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Sli_,r'v'_ey of Institutional Patent Policies
and Patent Administration |

: T HE FOLLOWING DOCUMENT is based on a survey taken by the Society of Univer-
sity Patent Administrators in 1977. Subjects of the survey were the patent poli-
cies of universities with employees who are members of the Society. As far as can be
- determined, this is the first such survey since the publication in 1962 by the
National Academy of Sciences—National Research Council of University Research
and Patent Policies, Practices and Procedures. The latter document is primarily a
compilation of patent policies exactly as furnished by the institutions surveyed.
i The 1977 survey was undertaken because of a growing interest in patents and
' the perception of a need for an up-to-date survey of patent policies which would be
composed of carefully prepared questions and would provide analysis of the replies.
’ The questionnaire used in this survey is based on one that was tested at six instito-
tions and further refined before distribution. (A copy of the questionnaire is in-
cluded as Appendix A; responding institutions are listed in Appendix B.) ..
Forty-eight major research institutions provided information for this document.
_ The answers to the survey questions have been tabulated and the implications of
these results are discussed. 1t will be noted that there is a wide variety of answers to
certain questions, which is a result of the differences in institutional organization
and practices. In some cases there are multiple answers to one question by the same
institution. In questions involving titles, where many variations are possible, the
answers have been grouped by titles that are considered to be equivalent. Where
“only one institution has responded in a particular way to a particular question, such
answers generally have been grouped as “other.” '
Although a number of institutions that were surveyed did not reply (a few with
large patent portfolios), the information provided and analyzed should be largely
* representative of the general community of research universities.

1. Name of institution (séc‘Appcndix B). ‘Where an institution checked more than one an-
' : : swer, this has been interpreted-to mean that more
2. Who authorized the institution’s patent policy? than one body acted on the policy. In such cases,
(a) Trustecs, regents, or equivalent 37 only the highest-ranked body was counted,
(b) President, chancellor, or equivalent 5 o '
(¢) Faculty o 2 3. What office administers the patent policy?
(d) Other (such asstate lawor . Research administration office 18
. state agency) 4 Vice president or dean of research 10
48 Rescarch foundation - 8
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Vice president for administration 3
‘Patent committee 3
Patent office 3
3
48

‘Other

4. To whom is the office in (3) above respon-
sible?

5Vlce president, vice chancetior, .

provost, or similar ofﬁcer 24
President 12
‘Trustees 3
Director of foundation 3
Dean 3
Other - -3
: .48

5. Is there a patent committee? -
Yes . o 34
. No . 14
L 48
6. What is the com;iositio_n' of the ﬁaiem com-
mittee? _ B
Faculty and administration - - - 23
Faculty only e T
Faculty, administration, and 'students - 4

| 34
Note that four mstltutlons have patent commit-

tees that include students (prcsumably graduate
students)

7. What are the funcuons of t‘he patcm com-
mittee?” :

'_Formulate patem pohcy e 22

Determine royalty distributions 16
Make decisions on patenting inventions 26
Negotiate license arrangements 2
Other -~ _ o 5

Co s e

This question received multiple answers and all
functions may not have been described. For ex-
ample, some patent: committees may be involved
in arbitration (sec 16 below) but this item. was
meéntioned only once.

2

8. Does the patent policy cover:

"(a) Faculty , o ' VT

(b) Professional staﬁ o R ¥
* “(c) Nonprofessional staff - C 43
e (d) Graduate students employed by o
" “institution - - 46
(e} Graduate students not employed by ‘
: " institution 25
(). :Undergraduates employed by :
' institution - - - 42
= {g) Undergraduates not employed by
- institution 21

Of the institutions respondmg, one had not yet
adopted a patent policy, which accounts for the
maximum number of 47 rather than 48. The sig-
nificant decrease in co’verage"for both graduate
and undergraduate students not employed by the
institution probably relates to the fact that em-
ployment (and thus the payment of salary) :s

used in many cases as the basis for a university

claim to equity in inventions, rather than the pro=
visions of funds or facilities' (:'see 15 below).

9. By which of the followmg does 1l1e institution

_ control the disposition of patent rights (with

the underslandmg that a sponsor may sub-
sequcnlly take control)" :

(a) Takmg title to inventions e 36
- '(b) Directing or approving dlsposmon R
" byinventors. 11

“.,__(c) The voluntary referral ot‘ an
T invention to thei msmuuon :f
there is no sponsor requirement 11

Eight institutions checked both (a) and (b), which
may mean that the policy is covcrcd'by (b), but
that in some cases the inventor is required or
clects to give title to the institution as provided for
under (a). However, two of these eight institu-

tions also checked (c), possibly an attempt o

cover both inventions in which the institution has
an equity and those in which it does not (see 15
below). The remaining nine institutions in cate-
gory (c) constitute a large. number in which the
institution excrcises no control at all (unless there
is a sponsor reqmrcment)
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- A policy as in (b) of directing or approving dis-
position by inventors provides much greater flex-
ibility than that listed in (a). Under (b), tltle can
be directed to the institution, to a patent manage—
ment firm, or to the government or another spon-

. sor without the necessity of title first going to the

mstltutlon

10 Does the institution enter into agreements
. with possible inventors (see 8 above) to es-
tablish patent rlghts" Complete only one Te-

sponse: -
- (a) For all possible mventors co... 16
_(b) For all possrble inventors who' .
' participate in sponsored research . .~ 8
(¢) For all possible inventors who
areemployed . ... -14

(d) For all possible mventors who ,
are employed only in sponsored -
... research. . 6
(e) No agreements with anyone 4
: ' .48
The twenty- four institutions respondmg affirma-
'nvefy to (a) or (b) are ‘well covered msofar as
the requirements of sponsored research, partzcu-
larly government-sponsored research, are con-
cerned. Institutions covered by (c) and (d) are
not fully meeting the obligations of sponsored re-
search, since these obligations extend to all. per-
sons who participate in or perform part of the
work, not only those who are employed by and
paid from a grant or contract, The four institu-
tions responding affirmatively to (e) are not in
compliance unless the terms of the applicable
patent policy can be held to be as legally bmdmg
as an individual agreement. - . _

For mventlons that ‘result from research wh:eh is
" not sponsored the ‘thirty institutions designating
(a) or (c) are all fairly well covered, except that
(c) would not apply, for example, to' a graduate
student who makes an invention but is not em-

ployed by the institution, Among the other seven-

teen respondcnts there is a gap that is partly ex-

plaincd by the eleven who responded to 9(c)

above (in which referral of an invention 10 the

university is cntirely voluntary unless there are
sponsored research requirements).’

11. Does the institution use, or have its admia-
istrators considered using a single agreement
to cover both patents and copyrights?

Yes ' . 13
No ‘ 35

- 48

12. Are one or more patent managemem ﬁrms
used? If $0,’ gwe names. '

Yes : _ . - 40

No | ' SR 8
. 7 78

Research Corporation was predorninant followed
at a distance by Battelle, Umvers:ty Patents, Inc.,
and others

13 If a decision is made in the msntutlon (not
by a patent management firm) to make a-
patent application, who makes the decision? -

Patent committee - : 11
Research administration office 9
Associate provost, vice pres:dent,
or dean for research 9
‘Reseaich foundatlon 4
President IR 3
Vice president for business or ﬁnance 2
Patent office : 2
Other (such as state, govemmg :
board, inventor) 5
No answer 3
48

14. Does the institution's o'ater;t' poticy require
reporting by those covered by the pohcy (see
Sabove) of

(a). All mventlons, even :f there 1s no
institutional or sponsor equity .19

(b) All inventions on which patents are
applicd for, even though there is no

institutional or sponsor equity 5
(¢) Allinventions where there is some
institutional or sponsor equity. .~ 19

(d) . Only those inventions that must
be reported to a sponsor - 5
3
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Institutions that are diligent in pursuing technol-
ogy transfers and public use of their inventions
‘probably fall into group (a). '

15. What is the basis of the institution’s claim

for institutional equity in an invention? That

is, what is the legal consnderatlon for the
“institution to obtain r:ghts" '

(a) Payment of salary or stipend 29

" (b) Provision of funds or facilities . 34
(c) Other (such as patent services -

furnished to inventor or state

legal requirements) =~ = 7

| . | T

Tweﬁty—two institutions checked more than one of

' the answers, Twenty-one of these responded to

both (a) and (b). There is a question as to

whether the citation of salary or stipend as a con-

sideration for patent rights is reasonable or even

. legally enforceable.! Facuity are not employed to
develop patentable inventions, their salaries and
promotions ‘are not based .on the value of inven-
tions they may make, and where they have tenure,
according to Blackwell, “the agreement by the
college to continue to employ them would not, so
far as they are concerned, consmute cons:dera-
tion.™ .

The pro'vision ‘of funds and facilities for research

does not have the handicap of (a) above and can -

be used for both ecmployed and non-employed in-
ventors (such as students). Further, the institu~
tion would have no cquity (unless the inventor
would choose to handle it through the institution)
in an invention whose conception or: reduction to
practice does not involve institutional funds or
facﬂstles : .

16 Is .xrbnrauon or somc other form. of dcc:s:on—

making provided for in the cvent of a dis-.
agreement as_to the msmuuons cqu:ty or -

rights i in an mvcnl:on" o
Yes ' ' | _ 27

No e e o

18ee Blackwell, T. E. Colleze -Law,  (Washington,
D.C.: American Council on Fducation, 196E ) pp. I‘IS-
180, “The Administration of Faculty Patents,”

2ll:ud p. 179.

4

The absence of arbitration provisions in twenty-
one institutions is somewhat surprising..

17. Does -the institiition ever relinquish to the

inventor its rights to an invention?

Yes S 40
No : ..
... 48

If so, under what c:rcumstances"

M:scellaneous answers included cases in wh:ch
sponsor and institution chose not to patent.

18. Does the institution ever handle for mven'toi’s
those mvenuons in which 1t has no equtty"

.Yes ' L [ _22
No _ e 26

o 48
If “yes” what are the condilions"

Mlscell.mcous answers included: paymg more than
normal royalties to the mven!or -

19. If the institution retains 'p:i‘fcnt rights for in-
ventions, what share of royalties is paid to
the mventor(s)" Net or’ gross" '

Maxlmum poss:ble o 1

Net 80% scaled down to 25% as total
ruyalty increases : 2

Gross 50% plus first $3,000, Ihen o '
25% 10 $13,000, then 15% 2

Net 60% 0-$25,000; 50% $25,000-
© $50,000; 40% $50,000-575,000;

- 30% above $75,000 1
Net 50% plus first $1,000 of _
institution’s net 1
Gross 15% plus 50% of additional net 1
Net 50% 6
_Net 50% or gross 25% 1
Net 50% maximum, 20% minimum by .
arbitration 1
'Net 50% after first $5; 000 net 1
“Net 50% until expenses, then 20% .
of gross o 1
Net 42.5% o A |
“Net 40% R |
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" 'Net 40% 0-550,000;.30% $59,000-
$100,000; 15% above $100,000
- . Gross 15% until costs recovered,
T ‘then 40% net '
© Net33%
~ Gross 28%
Net 25%
Gross 20%
Gross 15%
Net 15%
Case by case
“No answer

o

&

Although -the difference between gross .and net
royalties varies widely from patent to patent, the
_answers to this question are listed such that the
amounts to inventors decrease in order of total
‘royalties from top to bottom. The median an-
swer is 33% of net royalty income for the inven-
tor. Royalty shares to inventors appear to have
increased significantly since the 1962 survey re-
ferred to at the beginning .of this document. The
method of giving the inventor a large initial share
and decreasing on ‘a sliding scale (indicated in

five of the answers) has the merit of providing a.

climate of greater cooperation among researchers
by reducing the potential rewards to the one re-
scarcher who is named the lega[ inve'ntor.

20. What disposition is mnde of lhe msututlon s
share of royalues" -

Research - . e 26
General mst:tut:onal funds - .10
‘Research and patent costs . 6
Education and research 3
Patent costs ' 2
Other 1

21." What steps, if any, are taken to insure that
all inventions are propcrly dlscloscd"

" None (although the patent pollcy may

sorequire) . . .. . . 23
Regulations : ) ¥

* Periodic reminders 2 8
- Periodic meetings EEEE-
" Special educational program -4

Ll B I Y- ¥ N =

 Annual invention statement 3
Other ‘ T 2
56

Elght msututnons used more than one method of
obtammg invention disclosures. It is likely: that

‘a greater number used more_than one method

but did not mdlcate thls

22, Does the mstltutlon have any institutional
- patent agreements (IPAs) with fedcral agen-
cies? If 50, list the agencies.

Both HEWandNSF 10
- HEWonly - 11
NSF onl_y . SR . 3

Note that more than haif of the respondmg msu-‘-
tutions have no IPAs.

23, In ncgot:atmg sponsored research agree--.
ments with industry, does the institution ac-
~cept re_qm;_emems for sponsor to obtain

(a) Title to'all inventions = 27
(b} Exclusive license 26
- {c) Exclusive license for limited period 26

(d) Exclusive license for {imited period

with march-in rights for lack of .

. diligence 28
“(e) Nonexclusive license L 31
A6) Othel_'. S y T

145

Many: institutions indicated more than one an-
swer; three questions were the average number of
these. The number of (a) and (b) answers could
cause concern about the diligence of institutional
endeavors for protéction of the public interest.
Where title to inventions is given to a sponsor as
in (a), the inventor’s normal share of royalties
under a pateént policy presumably disappears.

24. Under the arrangements described in (23)
above, is there any provision for royaltics or
other rcimbursement to the institution, such as
increased indircct costs" - -

Ro)'allles B A 21
Increased indirect costs - 17

5
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None R [

48

As in"23(a) above, where the compensation to
the institution for patent rights consists of in-
creased indirect costs or is nonexistent, the inven-
tor’s share of royalties presum’ably disappears. "

25 For inventions owned or controlled by the
-institution and not assigned to a patent man-
agement organization,- which of the cate-
gories of (23) above best describe the insti-
_'tutlon s pOllCleS for ass:gnment or licensing?

(a) Title to all mvennons Lo 3
.. (b) Exclusive license : 11
- (¢) Exclusive license for limited period * 8

(d) ' Exclusive license for limited period

. with march-in rights for lack of

‘diligence Lo 19

- (e). Nonexclusive hcense - 13
H Other : : . 5
I T 59

Only eleven institutions indicated more than one

answer. Note that many more of the responding.

institutions indicated willingness to give greater
‘rights'to a research sponsor (see 23 above) than
to a licensce or assignee.

26 How many patents were apphed for on the
_institution’s mventlons durmg the last ten

© years by:

“(a) Tnventor T
- (b) Institution. . 889
(c) Patentmanagement .
_organization . - -~ 554
(d) Industrialsponsor . 119
“(e) Government sponsor © 60 (known)
1787

Although the number for 'any one institution
" varies from 1 to 150 for the total of categories
(a) through (¢) combined, the average is 37 per
institution, or about 4 per year per institution.
While this may not appear to be a large number,
~ over a ten-year period the total of 1787 l'or all
institutions is sngn:ﬁcant

6

1165 (known)

27. How many of the patents listed i in (26)
: above were |ssued" o 937

28. How many of the pate‘nt:s ‘that were
issued (see 27 above) were:
licensed? = : 469

These answers indicate a hig'h' ratio—fifty per-

cent—of patents licensed to patents issued. .

APPENDIX A UNIVERSITY PATENT POLICIES AND

PaTeNT ADMINISTRATION QUESTIDNNAIRE

1. 'Name of Insmutlon :

2. Who authonzed your patent polrcy'?
-a. Trustees or regents :
~'b. Faculty _
c. Président or chancellor f
. Other ( please spec:fy)

3. What office admmtstcrs the patent pohcy?
4, To whom is that oﬂice responsnble"
5. 1s there a patent comm:ttee"

6. What s its composrtton"

7. What are the functions of the patent
committee? -

- 8. 'Does the patent pollcy cover:
a. Faculty . :
b. Professional staff -
c Nonprolessnonal staf[
d. Graduate students employed by
 university.
e. Graduate students not employed by
_university
- f. Undergraduates ernployed by university
g Undergraduntes not employed by
university ,

9. Does your institution control the dir.position

of patent rights by either (it is understood

"~ that a sponsor may subsequently take con-
'trol)
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10.

11.

12

13.

14

15.

' Takmg title to jnventions

Or directing or approvmg d:sposmon by

- inventors i

Or is the referral of an mventlon to the
university voluntary if there is no spon-
sor requirement

Da you enter into agreements with possible
inventors (see 8 above) to establish patent

- rights (complete only one response}

a. For all possible inventors from 8 above
(specify a, b, c,d...elc).

b. For all possible inventors from 8 who
participate in sponsored research {specify
ab,c...etc) e

c. For all possﬂ:le inventors from 8 who are
employed (specify a,b,c...etc)

d. Forall possible inventors Emm 8 who are
- employed just in sponsored research

 (specify a, b, c. . . etc)

Do you or have you considered -using a sin-
gle agreement to cover both patents and
eopynghts" . :

Is one or more patent management firm
utilized and if so give names?

If the institution (not a patent -ﬁénagement
firm) decided to make a patent application,
what office makes this declsmn? :

Does your patent pOIioy “require reporting
by those covered by the policy (see 8) of:
a. All inventions made even though there is
no institutional or sponsor equ;ty, or
b. All inventions made on which patents are
applied for, even lhough there is no insti-
" tutional or sponsor equny. or

- ¢. All inventions made where 1here is some

institutional or sponsor cquity, or
d. Only those inventions made which must
.be reported 1o a sponsor -

What is the basis of the institution’s claim

for institutional cquity in an invention, i.e.

what is the legal consideration for the uni-
versity to obtain rights?

“a. Payment of salary or stipend
~b. Provision of funds or facilities

" Other

16.

17

18,

19,

20.

21.

22.

23.

24,

Is arbnratlon or some other form of decns:on—

- making provided for in the event of a dis-

agreement ‘as to the institution’s ‘equity or
rights in an invention?- , :

I)oes the msmutnon ever rehnqulsh its rights
to an invention back to the inventor? If yes,
under what circumstancés?

Does the institution handle inventions for
inventors in which it has no equnty'? It yes,
what are the conditions?

If the institution retains patent rights for in-
ventions, what share of royalties is paid to
invemor(s)? Net or gross?

-What disposition : is made of institution’s

share of royaltles"

What- steps 1f any ‘are taken !o assure that
all inventions are properly disclosed?

Does your institution have any institutional
patent agreements (IPAs) with federal agen-
cies? If so, list agencies

In negotiating spo'nsorcd research agreements
with industry, do you accept reqmrements
for sponsor to obtain:

. a. Title to all inventions -

b. Excluswe license
¢. Exclusive license for limited penod

d. Exclusive license for limited period with

‘march-in rights for lack of diligence
e. Nonexclusive hccnse y
f. Other -

Under the arrangements described in 23
.above, is there any provision for royalties or

other reimbursement to the university, such
as increased indirect costs?
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25. For inventions owned or controlled by the
institution and not assigned to a patent man-
agement organization, which of the cate-
gories of 23 above best describe the institu-
tion’s policies for assignment or licensing?

26. How many patents were applied for on your
institution’s inventions during the last ten
years by:

Inventor

Institution

Patent Management Organization
Industrial Sponsor

Government Sponsor

27. How many of the above patents issued?

28. How mény_of the batents in27 wére licensed?

APPENDIX B: INSTITUTIONS RESPONDING TO
PATENT SURVEY

University of Akron

Ball State University

Boston College '

Brown University

University of California System

. California Institute of Technology

University of Cincinnati |
Colorado State University Research Foundation
. Concordia University '
University of Connecticut

Cornell University

University of Dayton

University of Delaware

- University of Denver

University of Georgia

University of Guelph

University of Houston

. University of llinois at Urbana;Champaign

University of Iowa

University of Kansas

Kansas State University

Kent State University

University of Kentucky

Universite Laval

University of Maryland

University of Michigan

University of Minnesota

University of Mississippi.

University of Nebraska

University of New Mexico .

Research Foundation of State University of
New York

University of Oklahoma

University of Oregon

Princeton University

‘Purdue University

Rockefeller University

Rutgers University

Salk Institute _

Simon Fraser University

University of Southern California -
Southern Illinois University =

Texas A&M Research Foundation
University of Toledo o
University of Virginia -
Virginia Polytechnic Institute and State University
Washington State University -

. University of Wisconsin
Yale University

Administrative Service supplements - document prin-
ciples, policies, practices and procedures in the field of
college and university management. They provide addi-
tional information about subject fields or offer specific
puidance in regard 10 generally accepted principles and
policics, Supplements: arc the result of a comprehensive
teview process modeled after that used for the basic

" chapters of the Service,





