
APPENDICES OF COMBINED REPORT ON
GOVERNMENT PATENT POLICY

Memorandum and S.tatement of Government Patent Policy of

lUnendment tq the Federal Prqperty Management Regulations Governing the
Licensing of Government-owned. Patents Issued by the Administrator of
General Services on October 1, 1975.

[Implements section 2 of the 1971 Presidential ?atentPolicy
c: Statement which directs the Administrator of General Services

to issue comprehe1'isive patent licensing regulations. The pro ...
visions for granting limited e:x;clusive licenses have been mod­
ified to (1) require the payment of royalties or other consid­
eration to the Government. and (2) retain the right to.sue for
infringement in the Government.]

Amendment to the Federal Procurement Regulations Issued by the Admin­
istrator of General Services on May 7, 1975.

{Implements the 19'11 Statement and. subject to statutoryre'"
quirements. prescribes the standard patent rights clauses for
Government_wide use. Numerous revisions. made after consider­
ing comments received in response to a solicitation for com~

ment. are identified.]

Draft Bill Entitled "Federal Intellectual Property Policy Act of 1976."
~., .,r -:

',J "<fThe. draft bi l: l. dev e loped by the Committee on Government Patent
Policy. was submitted to the Office of Management and Budget and
circulated for agency comment. On April 6. 1977. Congressman
I'h orn t on introduced H.R •. 6249 (an identical bill. H.R. 8596. was
introduced on July 28 •. 1977) whiah. while differing in several
si'gnificant eube t an t i.u e areas. i.nal.udee most of the basic policy
conaepts of the Committee's draft. During Deaember 1977. Senqtor
Nelson started hearings on Federal Patent Policy. Subsequently.
on September 13. 1978. Senators Dole and Bayh i ntr oduoed S. 3496
which relates to certain aspects of Federal patent policy. On
Oatober 14. 1978. Bf3nator Schmitt introduced S. 3627 whiah is
re lated to Ee de r a l: patent p o licy and techno logy transfer. Com­
ments ()n the bill are being solicited and, a revised bill is to
be reintroduaed early in the 96th Congress.

It is fu~ther .no~ed tha~ hn Augu~t 8. 1975' the suaaessor C()mmit­
tee on Intellectual Property and Information of FCCSET was re­
quested to aoordinate its new effort to arrive at an agreed rec­
ommendation for Federal patent poliay with the Domestia Policy
Review of Industrial Innovation.]

Executive Branch Positions with Respect
16 of Part I of Volume IV'of the Report
ment Procurement.

tb Recommendations 1 through
of the Commission on Govern-

{The Offiae of Federql Proaurement Poliay has the primary re­
sponsibility for implementing the Exeautive Branch position
on all of the Commission reaommendations. Continuing efforts

(over)
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are being made to implement the Exeoutive Branoh positions,
either by Administrative aotion 01' by seeking appropriate
legislation. It is noted that this appendix provides baok­
ground material, an analysis of the praotioes and polioy is­
sues, and oitations to pertinent regulations and statutory
requirements, not readily found elsewhere.]

Membership Lists of the Subcommit.tees and Working Groups of the Com­
mittee on Government Patent Policy.

Report of the Background Patent Rights Ad Hoc Subcommittee Regarding
the Acquisition of Background Patent Rights in R&D Contracts.

IProvide$ an ana'ige i:e of the polioy issues' of aoqui.r i.nq back­
ground patent rights from a Eed era l: eon trrac t-or for use either
by the Government 01' the publio. Various alternative poli­
oies are disoussed, however, regulations whioh would imple­
ment the alternative polioies Were not developed.]

Repo r t of the University Patent Policy Ad Hoc Subcommittee.

[Implemented by, Amendment 187, January 20, 1978, to the Fed­
eral Pr ocur emen t: Requ l-a t i-one t e s F.R. 4424, February 2, 1978)
whioh presoribes a form for Institutional Patent Agreements
for disoretionary use by the agenoies.]

Report Regarding the Implementation of the Executive Branch Posix.iol
of Recommendation 1-3 of the Commission on Government Procurement ~/

Report.

[Recommends that agenoies obtain information concerning the
oommero.ia l i z a t-ion of inventions made as a result of a Federal
R&Doontraat, via a questionnaire, on all those patented in­
ventions on whioh the oontractors retained title.]

Stati5tical Report of the Data Collection and Analysis Subcommittee.

[Analyzes data and sets forth trends of agenoy patent prao-
tioes while operating under the Pre$idential Patent Polioy
Statement and/or statutory requirement$']

Current Statutes, Regulations, Orders, Manuals, Memorandums, and
Materials Governing Allocation of Rights to Inventions Arising from
Government-sponsored Research.

[Identifies the diverse po l i o-iee and reguZations of the many
R&D FederaZ agencies. It also identifies the office within
the agency which is primarily responsible for intellectual
property matters.]

- End -





TITLE 41 - PUBLIC CONTRACTS AND PROPERTY MANAGEMENT­
CHAPTER 1 - FEDER~L PROCUREME"lT REGULATIONS

DISPOSITION OF PATENT RIGHTS

DisposItion .of comments received by
GSA and the Rationale tbe rejo r , as
finally approved by the Implementafton
Subcommittee during its June 5, 1973
meeting.

This amendment of. the Federal Procurement Regulations pres~ribes' policies, procedures, and appropriate contract
clauses concerning the disposition of rights in inventions, which enable the aove.r.nment; agencies to implement the
President's Statement of Government Patent Policy (36 F.R. 16887, August 26, 1971).

The table of parts is revised to add the following entry,

1-9 Patents, Data" a-nd Copyrights.

Part 1-9 is added. which reads as follows:

PART 1-9 - PATENTS, DATA, AND COPYRIGHTS

S 1-9.000 Scope of part.

S.GBMITTED BY

INTERIOR

COMMENT

Line 6, after Part 1-9, delete ~~~ded~~7
This is an editorial change.

DISPOSITION

Rejected

I

RATIONAJ;;E

Clarity enhanced by retention.
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TXTLE 41 - PuBLXC CONTR/ICTS AND PROPERTY MANAGEMENT
CHAPTER 1- FEDERAL PROCUREMENT REGULATIONS

DISPOSXTXON OF PATENT RXGHTS
PART 1,..9 - PATENTS, DATA, AND COPYRIGHTS

SUBPART 1-9.1 - PATENTS
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S' 1-9.100 Scope of subplilrt.

)

PART" l;.gc ~ !'A,TENTS, DATA, AND COl'YRIGRTS

SttBpART 1-9.1 - PATENTS

This 'subpa-rt sets; forth policies·, procedures, and contract clauses with respect to' inventions made in the .course
of or under a contract, agreement, gr-ant,,' or other arrangement or subeorrtnact; entered into with or for the benefit
of the Gove,rnment where:. a purpose ,is the 'conduct-' ofexperiinen,ta:l,t developmentaL or research wor~.

SUBMITTED BY

JUSTICE
(RYAN)
(&. I

(WERTH)

COMMENT

It is recommended thlilt,the stliltement of the
subplilrt's scope relild lilS follows to rellilte it
more closely to.introduction to section 1 of the
President~s Policy Statement and rellilte it more
completely to the scope of the Statement and the
proposed patent licensing regulation:

Subject to specific statutes governing the
disposition' ofpliltent rights in certain
Government agencies, this subpart sets forth
policies,pro~edure$, and contract clauses
with respect to licenses under or other rights
to .inventions made or conceived in the course
of or under Goverrimentresearch and develop­
ment contracts whe're- such licenses or other
rights to such inventions are granted tc) or
provided for in the contract and acquired
by the party contracting- with the Government,
agency.

DISPOSITION

Substantially
,adopted

.3

RATIONALE

Section 1-9.107-1(b) hlilS been added to
clearly identifytherelliltl.onship of
this regulation to statutes and
treaties. '



II 1-9 .100 Scope of subpart (cont'd.•.}

J ,;;

SUBMITTED BY COMc'!ENT DISPOSITION' RATIONALE

Sub.stantia11y
adopted

NASA It ha.svnevex been clear whether the- Presidential
Statement on patent POlicy ~as to apply .to co­
sponsored re.search or development effurts. While
we recognize that it may be· possible to argue that
co-sponsored work falls under exceptional·circ.um~

stances of 111-9.107-3 (a). we do not consider that
this is a completely satisfactory solution.
Therefore. it is suggested that a statement be
included in the FPR to indicate that the patent
policy specified in the FPR is required only when
the Government funds a substantial part of the
contrac'tual- e:ffort. If the Government's con­
tribution to a" co'-'sponsoredeffort. is not;
sUbstant'ia)., the agencies should be given- wide
discretion ta adopt appropriate patent provisions.

Sectionl-9.107-1(c) has been added
to give agencies -discretion" in
selecting patent clauses to be used
in co-sponsored research situations
where equity requires the use of such
clauses.

INTERIOR il 1-9.100 is not fully in accord with the ex­
ceptions allowed by !l 1-9.107-6. Thus. it is
recommended that the following be added at the
end of the paragraph:

, with the exception of inventions arising
from' work under such arrangements governed
by specific statutes or treaty reguirements

Substantially
adopted

~

See Rationale to Justicecomrnent
on page 3.



S 1-9.101
S 1-9.102
II 1-9.103
II 1-9.105
II 1-9.106

(Reserved)
(Reserved)
(Reserved)
(Reserved)
(Reserved)

SECTION 1-"9.1.07

"

II 1-9.107 Patent rights under contracts for research and development•.

"

''';,'~

.~~

SUBMITTED BY COMMENT DISPOS!TION

.:5

RATIONALE



"'\

II 1-9.107"--1 Introduction.•

On August 23, 1971, the .President prOIllUlgated a Statement Of Govermnent Patent I'oIicy (36 F.R. 16887, August 26,
1971) applicable, subject to statutory requirements, to all executive departments and agencies which comprises a
revision of a prior Stiltement of Policy (28 F.R.10943, October 12, 1963). Essentially, the goals of .this state­
ment of Government-Patent Po~icy ~re. to provide: criteria fore determining the disposition of rights~ in inventions
resulting fiomfederally sponsored research and to promote the expeditious development of such inventions to the
point of practical applica.tion so that the. public can benefit from early civilian use of the inventions. Within
prescribed limits, the policy now gives agency heads greater latitude to grant such additional rights to Govern­
ment-sponsored inventiqns., as~ are' deemed necessary to encourage conunercial.u,se of 't1:u~ invent ion's.

SUBMI'l"l'ED BY COMMENT DISPOS I'l'ION RATIONALE

I
·"··:
'l

j

JUSTICE
(RYAN)
(& )

(WERTH)

In capsul izing the goals of the Pres ident •s Substantially
Statement of Government Piltent Ji>olicy, 111-9.107-1 adopted- _.
emphasizes the granting of additional rights by
the Governm..n.t to encourage the expeditious
development arid commercial use of inventions~

Itignor..s the n..ed to promote healthy com-
petition as a factor to be w.. ighed with the
need for the granting of such additional
rights to industry to draw forth private
initiatives. Both factors are equally empha-
sized in-the IIBasic Considerat-ions·' of the
Presidential· Statement. It is suggested that
bE!cjinning with the second sentence. the section
bE! changed to read as follows:

Essentia.lIy, the '1oalof this Statemeritof
Gc:>vernll\entPat..ne l'olicy is to provide

. criteria for deti!iminingthe disposition
of rights in inventions resulting from
federally-sponsored research. In promoting
the expeditious development of such in­
ventions to the point of practical applica­
tion so that the pUblic. can benefit from

Ie,

Suggested change introduces general
criteria set forth in "Basic Consid~

erations" of Presidential Statement
which would be of assistance to
agency heads. Modifications made
largely ~o achieve breVity.



it 1-9.107-1 Introduction. cone 'd.

,.;

SUBMITTED BY

JUSTICE
(RYAN)
(.~ )

(WERTH)

CODSIA

coMMENT

early' civil,ian uae of the"iiJventions~agency

heads must weigh in the disposition of patent
rights under Government contracts both the
need. for incentive to draw forth private
iIiitiatLves tQ. thisend~, and the need to
promote heal·thy competition in industry.

8- 1-9.107-1,. lirie 7, afteI: the word "gran't ll
...

delete ~J and insert -_. to Contractors, --'.

line". -8, -after' a'inventions,"
insert:_.o.r-, or whe're equitable, c:ircums-tances
would justify such allocation of rights,

DISPOSITION

Adopted

Adopted

7

RATIONALE

..ClarifLcaHon

,provides greater consistency with the
language of the Presidential Statement.
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II 1-9.107-2 (Reserved)

II 1-9.107-3 Policy.

') '1

SUBMITTED BY COMMElW DISPOSITION RATIONALE '

Commentary
only

j,i

USDA Section 1~9.107-3 of the proposed reguLations'
is. substantially a verbatim copy of Section 1
of the President's' Policy .Statement which
prescribes the eriteria for adlllinistrative
determinations whether the Government or the
contractor acquires the principal patent rights
to inventions made by a contractor during the
performance of federaLly-£unded research and
development.

Neither this section nor the corresponding SeC­
tion of the President's Policy Statement applies
to the Department of Agricultnre because the
Research and Marketing Act of 1946, as amended
(7 U.S.C~ 427i.and1624l.requires that resea:ech
contracts made by the Department "shall contain
requirements malting the results of research and
investigations availabletothe'pubiic through
dedication, .assignment to the Government, or
such other means as the Secretary shall determine."
We have construed the' quoted statement to preclude
acquisition of title to inventions by a contractor
under any condi.tions and to require that. the GOv­
ernment obtain the entire right, title,' and.
interest throughout the world. Accordingly,. promula.­
gation of the proposed regulations· by GSA would not
affect the present policy of the Department•.

f?

See revij;ed II 1-9.l07.-l(b) which
provides that statutory requirements
will be considered in the application
of the subpart.



S 1-9.107-,} . Policy. (cont"d.,)

SUBMITTED BY COMMENT DISPOSITION RATIONALE

NASA The Policy statement of·S· 1.,.9.,107-3 is merely a
restatement of the pasic policy of the President's
Memorandum. Very l'ittlegllidance is given to the
contr,acting of£iceron the use of- such items as .
exceptional circumstanc:es, lUethodsfor. a.ppealing
a.. contracting offic;er IS decision to. 'use a spec'ifie
cla·use~use 'of the special domestic..license and
provisions. concerning- foreign rights, and the
determination to grant greater right:s to a con-·
tractor. It would appear necessary that either the·
FPR provide additional guidelines in the above­
noted areas to ·the contracting officer or that
pzovLs'Lcn be made in these regulations for' the
agencies to adopt implementing regulations which
will. specify the.ir stan'd"rds and procedures' for
mak:inq exceptian.a:L circumstances, gt'eater r,ights,
and the other. decisions requir"dby the FPR.

Not
Adopted

9

Comment is deemed meritorious. However,
except for ngr~ater rights", this matter-;
requiresindePE!ndent.consideration by
the Comnlfttee all. Government Patent .
Policy separate from .the issuance of
this regulation. Section 1-9.109-6
has been added to this regulation to
give the agencies guidelines on
n'greate'r rights II determinations.

A task ~orce. shOUld be established to
.develop such guidelines so that
greater consistency may be achieved
in the agency's implementationcof the
Fresident~al Patent Policy Statement.



,

g 1,..9.107-3 Policy. (cont'ed.)

(a) The Government shall normally acquiree or reserVe tAe right to acquire the principal or exclusive rights
through::ii:1the warl,din and to any inventions. made- in the -course 0·£ or under-a contract where:

(1) A-principal pu-~pose of-the contract. is to' c'reate,. develop, or impro.ve product!a' _proces~es, or methods
which are intended for conunerdal use (or which are otherwise intended to be made avaiIable.for use) by the general
public at home or abroad. or which will be required for such use by governmental regulations : or

(2) A principal purpose of the contract is for e~loration into fieldswh±ch directly concern the public
heal.th., s8-fetYi or' pubLic weI-fare; or '

(3) The contract is in a field of science and technology in which there has been elittleesignificant
experience outside of work funedede by the eGovernment, or wheere the Government has been tbe principal developer of
the field. and the acquisition of exclusive rights" at thetirne of contracting might confer on the contractor a:
preferred or dominant pogitioni or

(4) The services ofethe contractor are:

(i) For the operation of a Government-ownede research or production facility: or

(ii) For coordinating and directing the work of others.

In' exceptionalcircwnstances the contr~'ctor may acquire, greater rights thana nonexclusive license at the time ot:
contracting where the head of the department or agency certifies that such action will best serve the public interest.
Greater rights may also be acquired by the contractor after the invention has been identified where the head Of th"
department or agency determines that the acquisition of such greater rights isconsistlent with the intent of this
paragraphe (a) and is either a necessary incentive to call forth private eriskcapital and expenae to bring the
invention to the -point of practical application orthaet theGovernmentlscontri!?ution to thee invention is small
compared ,to-that o'fthe cop.tractor.. Where an identifie,dinvention made- in the--_cQurse of, or under the contract is
not aprirnary object ·of the contract. greater rights may also be acquired by the contractor under the c~ite~i~ Of
(c). below.

It)
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a 1-9.107-3 PoHcy (cont"d•.}

(al cont'd.

.-

SUBMITTED BY

NSF

COMMENT

II 1-9.107-3(a)(2), it is suggested that
education be addMto the fields of public
heal'th. safety. or public:. we1f.a:ce presently
included.

DISPQSITION

Rejected

II

Rl\TXONllLE

.Word.-.II education" is not specifically
provided for by the Presidential
Statement.



'I

111-9.1,07-3 policy (cont:'d~)

(a) cont'd.

,Commentary
only

,!
-'~~

Ill"

,

SUBMITTED BY

COMMERCE

VA
Prosthetic
& Sensory
Aids"Service

COMMENT DISPOSXTION

In 1-9.107-3 (a) (2). line 2, insert public before .!\,dOpted
Il s a f e t y lt .. When amended, this subparagraph will
read the same as Section lea,) (2) of President:'s
Statement of ccvernmerrc Patent Policy, dated
August 23. 1971.

There is no major objection to concurrence in
the, pxopoaed. amendment regarding, patent'
policies. Pr.es-ent pat-ent. policies, under
wh.Lch the Government no,rmally takes title to
subject- inve~tions under prosthetics research
contracts., presumably can- continue under

,S"k9,.I07-3 (a) (2), since a principal purpose
is for exploration into fields which directly
affect public health. (presumably it would be
wise. to have research contracts state explicitly
this relation.) There seems no objection, to
reservation'of a revocable royalty~free 000­

exc1usive-license to thecont:ractor.. (As a
practical matter, we have issued such.,a license'
to an inventor of a hydraulic'knee joint, and
he has been the sole maker, though,several

'potentialcomp,etitors were licensed simur.taneously~),

/v

RATIONALE

Makes section consistent with the
Presidential Statement.



S L-9.107-3 Policy (cont'd.)

(a) cont'd.

SUBMITTED BY COMMENT DISPOSITION RATIONALE

/3

(al
N~t adopted.---,Comm~ntisdeemedmeritorious. However;

thi~_m~tter requires independent eon­
sideration by the Committee on Govern­
ment Patent Policy separate from the
issuance ·ofthisregulation~

A task force should be established to
develop such guidelines so that greater
consistenc¥ may be achieved in the·
agencies'1mplementation oI-the Presi-·

(bl . dential Patent Policy Statement.
Adopted See revised Section 1-9.107-4 (b) -
in part Record of Decisions - A publication in

the Federal Register of agency head
determinationsofn~xcept10nal.cirqQm­
stanc~s",<j.s not administratively
practJ.cal ••

(8 1-9. L07-3 (a) (4) (ii) is silent on criteria for
determining the existence or' exceptional circum·
stances' and the-publicirlterest fa.aors warrant
ing the certification by the department or
agency headsuppor,ting the corrcxact.ox I s ac-­
quisition of greater rights at the time of
contracting.JCnere the regulation should
require that thecertifiriation state- in writing
the facts upon which the determination to grant
greater ri~hts .is based, and shoUld require the
contractorswritten.presentation of facts sup­
porting his claim to such rights. Furtherfthe
regulations- should. requiretnat thecertif1:cati,
and the contractor's presentation be mademattejs
of public:> record by publication in the Federal . (c)

RegiS. ter.): fcer. tif.ic.ation. w. i.th t~e same. requ. ire-

1
·~doPte.d 'S..ee... the a.dded f;'rovision .9.f.. '. sec.t. J.'onments should. apply to the grant1ng of greater 1n part 1,-.9,109-6 for greater'r1ghts" deter-

rights after identification of the invention, ,'. minations and revised Section 1-9 •.10':1;"
with the additionaL eLement that the public:>4(bl, Record of Dec:>isions. Corres-
record should show, among the fac:>ts supporting'. pondence relatin'il to such requests is
a determination that- such 9rantin~_is a necessary a wpubl~c record: available for exam-
incentive to cal.L forthpr1vate rl,sk capital an~, ination upon request under 5 U.S.C.
expense, the contractor's estimate of his costs ?52 to the. extent the matter requested'
to brin.g the invention to the. point of practica J.~ no.tspecificallY.· exempted from 4is-
application, or, where· the Government··s contri- ' c.L.Osur.e.Dy statute. .
bution to the invention is small compared .eo that.
of the colttractor, the respective expenditures 1
of the Government and. the contrac1;:ortoward' the .
invention' should be. set out in the public recor
of the findings on which the'agency head's
determination is based. !For the same purpose
of furthering the public 1nterest in commercializa­
10 ion of inventions'S 1-9.107-5 (a) (c) (2) (i) di~
cussed agai.n below. shouLd provide for. ashowin of
the contractor's f1Dancial expenditures towards,
development to the point of practicaL application.
etc, during the three-ye~r period of excLusivi.tyt
granted the contractor')1 ,

JUSTICE
(RYAN)



II 1-9.107-3: Policy (cent'tt_)

(bj In other situations where the purpose of the contract is .to build upon existing knowledge or technology to
develop information, .products, processes, or, methods for use by. 'the'Government, and. the work called 'for by, the
contract is in a field of technology in which the. contractor has acquir.edtechnical competence (demonstrated by
factors such as knew-how, experience~ and patent position) directly related to an area in which the contractor h~s

an established nongovernmental commerciai position, the contractor shall normally acquire the principal or exclus~
ive rights throughout the world' in and to any resulting inventions, .

SUBMITTED BY

JUSTICE
(RYAN)

AMERICAN OIL
COMPANY

COMMENT DISPOSITION

!I 1-9.);07-3:(b) should make clear the scope of ~ Not adopted
field of technology Lffl-wftieft-~fte-ee~~ae~e~-fta5

"~T1!!d-tecl>tti=r==tenc....·-(demon'Str"ted-by
.fee~~"8-11eh-fl~~i<~ew;-eXfTe~-ie1'le:e"rand-!'8.eeft~

f'E'&i.£.i....+-4i..,eeUy-..,elaU<l.-4>e-a"_a..ea-4."-wfi4.eft7
th'e-eont",,,et=-h,,..-...,- ,..,t"bi:i:'Shed-non"fO"""'rtment"~
"0ll""""ei.el-t>OOI·i:H""",,7",,~7 Without greiiter spec-
ificity, it would appear that when the con-
tractor has, 9n1y a threshhold position he non~

theless,~oul~ obtain right~ina broad.area at
time· of. contracting, when.,. in reality', he
should fall into the deferred determination
category of !I 1-~.107-3(c).

It is hoped that the provisions of II l-9.107-3(b) Commentary
will be adopted, because companies with proprietary . onLy
interests in a given area may be reluc~ant to bid
on contracts dealing with that partiClllar area when
the Government takes full rights> to patents. It is
believed that if the object' is to develop acqm-
mercial process or product, th~ best-arrangement is
for the contractor to receive full rights to the
patents with the Government retaining a royalty-

It!

RATIONALE

Comment is deemed meritorious. However,
this matter requires independent
cOn~~eration by the Committee on

.Government Patent Policy separate from
the issuance of this regulation,

A task fOFce should be established to
develop such guidelines so that greater
consistency may be achieved in the
agencies' imp~ementationof the
Presidential Patent Policy Statement."



[
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!l 1-9.107-3 Policy (cone'd•.)

(b) cont' d.

!
I

,!I

~il
·,~1

I

SUBMITTED BY

AMERICAN OIL
COMPANY

(cont 'd.)

JlJSTlCE
(WERTH)

COMMENT

free. position. In that way, the Government will
receive better work and quicker results for less
money. while the public will be more certain to
benefit from .new.· d.evelopments ..

Section 1-9.107-3 (b) .: add' the following after. the
present text of subsection-

In determining whether or not a- contractor has
established a nongovernmental commercialposi­
tion in a field of technology there shall be
considered as factors . (1) has. the contractor
a camercial business of selling,' soodsor
services in the domestic or foreign markets,- .
outside of sales to the united States (2) is
the business based upon the same knowledge,
technol_og'y,~'_ ,and scient-iile principles in­
volved in the field of technology covering
the.work called fOr by the contract, arid
(3) would the contractor's nongovernmental
commercial position andbnsinessoutletsbe
directly applicable in the commercial ex-.
ploitation of the inventions which are likely
to result from performance of the contract
~

DISPQSITION

Not
Adopted·

/.6

RATIONALE

Comment is deemed mer'itorious.
However. this matter requires
independent consideration by the

. Committee On Government patent Policy
separate from thesissuance of this
regulation. .

A task force should be established
to develop such guidelines so that
greater consistency may be achieved
in the age~ciesl implementation of
the Presidential Patent Policy
Statement.



~ ~

9 1-9.107-3 Policy (cont'd.)

(e) Where the commercial interests of the contractor are not sufficiently established- to be covered by the
criteria specified in (9), above, the determination of rights shall be made by-the agency after the invention has
been identified, in a manner deemed most likely to serve the public interest as expressed in this policy, -taking
particularly into account the intentions of the contractor to bring the invention to a point of commercial
-application and the guidelines of (a), above, provided that the agency may prescribe by regulation special
situations where the public interest in the availability of the inventions would best be served by permitting
the contractor to acquire at the time of -contracting greater rights than a, nonexclusive license.

,i

if.
~'

I
,,"',
J
I

SUBMITTED BY

JUSTICE
(RYAN)

JUSTICE
(WERTH)

COMME~T

With respect to the deferred determination
category, S 1-9.107-3(c) provides an exception
whereby agencies may prescribe by regulation
special situations where the public interest
in the availability of the inventions would
best be served by permitting the contractor
to acquire at the time of contracting greater
rights than a nonexclusive license. With
respect to these agency regulations, 81-9.107­
3(c) should supply the criteria defining
these special situations and the elements in~

valved in determining the public interest.

Section 1-9.107-3(c}. add the following to
the end of the subsection -

A contractor's reguestfor greater rights
shall be in writing and be made part cfa
public record which shall include all
communications pertaining to the grant of

•

DISPOSITION

Not
Adopted

Accommodated
in part

/6

RATIONALE

Comment is deemed meritorious. However,
this matter requires independent con­
sideration by the Committee on Govern~

ment Patent Policy separate from the
issuance of this regulation.

A task force should be established to
develop such guidelines so that greater
consistency may be achieved in the
agencies I implementation of the Presi­
dential Patent Policy Statement.

Section 1-9.109-6 has been added to the
regulation to specify the contents of
an application for a "greater rights"
determination.
Correspondence relating to a greater
rights determination is a "public
record~ availab~e for examination.



S 1-9.107-3 Policy (cont'd.)

(c) cont 'd.

I SUBMITTED BY

I JUSTICE

j (WERTH)
contrd.

COMMENT

such greater rights. The public record shall
show that grant of such greater rights is a
necessary incentive to call forth private
risk capital and expense, the contractor's
estimate of his costs to bring the invention
to the point of practical application and,
where the Government's contribution to the
invention is small compared to that of the
contractor, the respective expenditures of
the Government and the contractor toward the
invention.

DISPOSITION

11'

RATIONALE

upon request under 5 u~s.c. 552 to the
extent the matter requested is not
specifically exempted from disclosure
by statute.

The last sentenceofcthis Justice
comment is not applicable to l(c)
type inventions.
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Ii 1-9.107-3 Policy (cont'd~l

-r:l".' ~

(d) In the situations specified in (a} and (bl, above, when two or morepot",n,tial contractors are judged to have
presented proposals of equivalent. merit, wi~lingness to· grant the· Govermment principal or exclusive rights in
r,esulting inventions will be an additional factor in the. evaluationof.the proposals.

Subparagraph (c)(2) of the Patent Rights clause Rejected
requires the' contractor to agree to grant, upon
request. of the Government, an exclusive'or,non~

exclus:ive, l.icense- to' respons·ible applicants' on
terms that are reasonable under the circum-
stances. Section 1-9.l07-3(d) provides that in'
case of equal proposalS. willingness to grant the
Gover,nme-nt, principal. or exclusiverights__ inre-
suIting inventions will be an additional factor
in the evaluation of the proposals. We suggest
that one more evaluation factor be added to the

I
_~l

~~\

,

SUBMITTED BY

COMMERCE

NASA

SBA

COMMENT

In line I, change "(a) and (b) " to (b) and (c).

A draft has-been circulated for an FPR' issuance'
on research and development contracts. The FPR
provisions include a statement of the factors
to be considered in evaluating proposals.
Section 1-9.107-3(d) of the proposed patent
regulations appears to Lnclud,e an additional
facto'r. for such an evaluation. Therefore, it
is recomm"'nded that' an appropriate cxoas­
ref~rence be. made b.~tween this section and the
propos~l ",valuation section of the FPR on
research and developrnantcontracts.

DISPOSITION

Adopted

Adopted

RATIONALE

Ac=acy.

An appropriat'" cross-referenc~ shOUld
be included in 81-4.1 of the FPR.

Not.providedfor in the Presidential
policy Statement.

IP



lIl-!hl07'-3 PoliGY (Gont'd.)

""-"-
(d) (cQnt'd.)

SUBMITTED" BY

SEA
{cont'd.l

ABA
(LANE)

COMMENT

paragraph; namely, willingness of the-co~tractor.

to grant•. upon request of th~ .Government or small
business~ conce~ns, an~ exclusive or nonexclusive
license to responsible- small bUsiness concerns
on terms that are reasonable_under the circum­
stancea.

In 1I l-9.107-3{d). it should he made clear that
no. faGtor can le.gally be used Ln evaluation of
proposals unless it is speGified in the RFP
either initially or by formal amendment to all
offerors •.

DISPOSITION

Rejected

/7'

RATIONALE

Inl::onsi.st~nt with!l (d) . of $tat~ent.



\)

II 1-9.107-3 Policy' (cont'd.J

(e) Whenever the pX'incipal.'or, exc1us-ive rights in an inven:t'ion remain in the- contractor, the Government- shall
normally acquire:

(1) At least a nonexclusive, nontransf-erable, paid-up license to: make , use, and sell the invention thro.ugh­
out the world by or OJ;l behalf of the GoverJ;lmeJ;lt of the United States (including any Government agency) and States
and domestic municipal governments, unies_s the agency head determines t::hat it would not be in the· public interest.
to acquire' the license, fo'r .. the St(ites:and domestic municipal governments,;, and

(2) The right to SUblicense any foreign government pursuant to any existing or future treaty or agreement
if the agency .headdetermines, it would be in the na-tiopa-l interest to: acquire this right; and

(3) The pr,incipal or exclusive r:ights to, the invention in any country .in which the contractor doea not
elect to secure a patent..

(a)
Not adopted----coient is deeme4 mer~toriou$. However,

tJ:>s matter re~~res ~J;ldependent con­
81 erat10n by e Comm1ttee on Govern­
ment Patent Po ~cy separate fr.om the
issuance of this regulation. "

(b) . A task forceshQuld be established to
Rejected deve+op such qU~deline,'so that greater

L
cons~stency may.OO ach~eved intne

.
.
. . agencies' ~mPl.emen.tation of the Presi­

dential Patent Policy Statement. .

. .. Not administratively feasible.. . '

~
I

SUBMITTED BY

;nJSTICE

SBA

COMMENT

ell 1-9.107'-3 (e} should suggeat criteria for the]
agency head's determination that it would not
be in the Public interest for the Federal
Government to acquire a license for the States
an domest Lc munLc LpaL ""''ez_u~ ('"'o''' .
municipal governments should be afforded notice
of the .agency·s intent and in such s,ituations
opportunity to present a case in behalf of.. thei
interest$iJ(Again, there ought to be in.the ..
Federal Req~sterpublicationof the facts upon
which the agency head bases his determination~

Under Section 1-9.101-3 (e) (1), the Government
acq~iresanonexclus~ve,nontransferable,
ftpaid....up" license.. The..quoted term is not

DISPOSITION

(c}
Adopted
in part

1.--0

RATIONALE

-;»

See rationale to comment rel~ting t~

corre$pondence and record keeping on
page 13. '



81-9.107-3 Policy {cont'd.1

(el (cont'd.1

(~I
~,'

SUBMITTED BY

SBA
(cont'd.)

TREASURY

NSF

COMMENT DISPOSITION

defined. The regulation provides that the con- Rejected.
tractor may receive a "royalty-free ll l-icense-.
Presumably , the term :t'p:a.id-Up'" means, somethinq
other than royalty-free, but in the interest. of
clarity, the term should be defined.

Treasury lias one comment to rnak~ of a technicaL ~dopted

nature: i ..e., the term nS.tates and domestic 10 part
munLcLpaL qcveznmenee " I presuma-bly is -intended
to cover all state and: local governments, in-
cluding county governments, sch601 districts,
etc. Thetr,oublesome word is "mun i.c i pal ",
which $eems·to refer only to towns and cities.
Therefore, i~might.be,more'accurateto change
the termta "state and ,local goverments ll or
"state 'governments', or the ,governments of:', any
palit'ieal subdivisions thereof. II

In 8 l-9.l07-3·(e), it is questioned whether the Rejected.
contractor selectionproce~$or the proposal
evaluation process should include as a mandatory
criterion willingness on the part of the propoaez:
to. grant princiP<ll or exclusive. rights in res~lb-
ing, pabent.s to'the _Governm~nt. In Lnst.ances. 0,£'
finding eq~ally qualified cohtractors it is rare
and the addition of Section (e) does not make a
$ignificant contribution t~ the proposed regulation_

'--/

RATIONALE

The term "paid-up" is used in.S 1(\11 (1)
of the Statement and .its retention is
deemed desirable. The meaning of the
term is well understood. Further
clarification is not deemednece~sary.

Language of the provision is that of;
S 1 (h) (L) of the Presidential Statement

·and variation therefrom is deemed
undesirable. See revised definition ­
8 l~9.l07-5(a) - Patent Rights cla~se ­
Option i~ theCont~actor, paragraph
(al (3) Definitions.

Thiscornrnent seemingly directed to .
S·!-9.l07-3(d). If so, the .provisions
of this, section'are in conformance with
S ltd) of the Statement.

__ M.~_,"-"'''~''-'-''._''';''.".o...:,~.:.- ...;_._.,"_~ , _'-'_,_,__, "._--'- ,-



S 1-9.107-3 Policy (contt d.,"}

(e) (cant 'd.)

SUBMITTED BY COMMENT DIS,POSITION RATIONALE

,I
,-,'

$~r
~'l\

,

JUSTICE
(WERTH)

Section 1-9.107-3 (e), add the following para- Rejected
graph at the· end of subsection-

A determination that it would not. be in .the
public interest for the Federal Government to
acauire a license for states and domestic
municipal governments shall be ,made on the
record, after notice to States and municipal
governments of the agency1s intent, and a
hearing in which interested parties may aopear.
The agency head's determination shall be pub­
lished in the Federal-Register with a reference
to where the facts and documents on which it is
based may be found.

2--'-

See rationale fpr Justice comment on
page 20.

0,



S 1-9.107-3 Policy (cont'd.)

(f) Whenever, theprincipaT_ oz excLusLve rights in an invention are a'cquired- 'by the Government; there. may be
reserved to the contractor a revocable or irrevocable nonexcLusive, royalty~free license for the practice of the
invention throughout -the world; an agency' may reserve th~ right to revoke such license so that it might grant an
exclusive license when -it determine's"that .eome deg-ree ofe:x:clusivfty may be nec'essary ,to -encourage further develop-.
ment and conunercia-lizat-ibri of- the-' Lnven.tLcn , Where the covernmene has a right. to acquire the principal or, exclusive
rights--to aninventieD and does not elect to g,ecure a pat.ent, in ':1 foreign country, the Government' may p'erl\\it the
contractor to acquire' such rights' in any, 'foreign country' in whic:"l he elects to secure ;3" patent, subject'to the
Government's rights 's'et' forth, in te), above. -

_I

SUBMITTEDBY COMMENT

CODSIA In II 1-9.,107-3 (f), after .the first· sentence,
insert --However, an agency should ordinarily
grant an, irrevocable license to ,the COntractor
whenever the SUbject invention is in the Con­
trac'to'r I s, "field ofteehnLeal competence be­
cause it i"s'such. a Contractor that ordinarily
will most quickly further develop and com­
mercialize'the invention. --

,DISPOSITION

Rejected

23

RATION~

However a provision has been added to
the regulation in 1 l-9.l07-5(h),where­
an agency may grant the contractor an
irrevocable license on subject
,inventions previously constructively
reduced to practice. Also an agency
may grant -the contractor an irrevocable
liCense on 'all subject inventions if i~
decides to use the provisions of
11-9.107-5 (g) • .



II 1-9.107-3 PoLicy (cont"d.)

(g) Proposed.

SUBMITTED BY

JUSTICE
(RYAN)
(& )

(WERTH)

COMMENT

In keeping with Justice·s proposed revision to
il L-9.107-1, the foLlowing paragraph shouLd be,
added to the end ofS 1-9.107-3.

(g) Nothinq contained in this Subpart shall
be construed to confer upon any pe~son any
immunity from the antitrust laws or from a
charge, of patemt,'misuse,_ and'the acquisition
and use o£rights pursuant to this subpart
shall not be immunized from the operation of
state or federal law by reason of the source
of the grant of such rights.

DISPOSITION

Adopted

2</

RATIONALE

Language expresses a p~ovision which
has been considered too implicit in
all GoVernment regulations.
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8 l-9.l07-4 Procedures.

(a) Selection of patent rights clause.

(1) Whenever a correnact; .has-'::as a purpose "the condtictof experimental, developmental, or r.esearch work, the
agency shall apply the policy in 8l-9.107-3 to the contracting ,situation and shall include in the contract the
patent rights clause in It 1-9.107-5(a), (bJ, or (c), as appropriate. '

(2) The clause in It 1-9.101-5(a) provides the Government with the right to acquire title in and ,to any
irivention made in the course afar under the contract, subject to the reservat.ion to the contractor of a nonexclusive
revocable, royalty-free licen&e:howevex~ the- agency may permit the contractor to ,obtain greater rights thana,
nonexc1usive,license after an. inventionha~ been identified if certaincriteria'are met. The agency shall include
this clause in a contract whenever it determines that the'work to be performed under the contract falls within
It 1-9.107-3(a). In exceptional circ,umstances this clause may be modified to provide the contractor with greater
rights than a nonexclusive license when the agency head determines that such action will best-serve the public
interest.

(3) Whenever the agency determines that the work to be performed under the contra~t comes,within 81-9.107­
3(b), it shall include in the contract the clause in It 1-9.107-5(b). Th~s clause provides~~he contractor with the
right to acquire title to any resulting invention and for, the Government to acquire a paid-up license and the
additional right 'to grant sublicenses. '

(4) The clau!le in It 1-9.107-5(c) provides that the determination·' of rights- in any invention made in the
course of or under the contract shall be made, by the agency after the invention has,been identified. Theageney
shall include this clause in the,contraqt whenever it deteimines that the work to be performed under the contract
comes within 8 1-9.107-3 (cL provided, however, that the agency may prescribe, byregu;Lationspecial situations
wh~re the public interest in the avai;Labilityof inventions resulting from such work would best be served,by
perlllitting the contractor, to acquire <l.t the tin\e of contracting greater, r~ghts than a nonexclusive license'.

"

"i'

';

I'

I
I
[

I
f;
I'

I

SUBMITTED· BY

JUSTICE
(RYAN)

COMMENT

Silence on criteria for granting grea,ter rights
in exceptional circumstances prsvails in S 1­
9.107-4 (a) (2). (See Justice comment under
(ll 1-9.107-3 (a)(4) (ii.).J

DISPOSITION

Not
Adopted

"2-S-

RATIONALE

cPJIII1Ien.t is deemeQ. mer~tQrious'; Ho.wever·,
tJ.l1S matter reqllJ.res J.J;ldependent con­
sl.deratl.on'bY.weComm.1.ttee on .Govern­
ment Patent PolJ.cy separate from the
issuance.of this regUlation.
A l-~ ..k force 'ShO~'ld .be estahlished to(1eV&+"p sucn quJ. eIJ.ne~ sO~at:_llreater
consJ.stency may e achJ.eved J.n the
agen9ies·,J.mplementation of; the Presi- '
dentJ.al Patent PolJ.cy Statement. <,. ,



f-

II 1-9.107-4 Procedw;es. (cont'd.)

(a) Selection of patent rights clause. (cont'd. )

'1
SUBMITTED BY

USDA

COMMENT
,

8 1-9.107-4 merely descr~besand explains the
required specific patent clauses to be included
in all R&D contracts and which are set for.th in
II 1-9.107-5.

DISPOSITION

COlllIltentary
only

RATIONALE

NASA The procedure section, liL 1-9.l07-4(a), essentially Rejecte>d
tracks the paragraphs 1 (a), 1 (b). and 1 (c) of the
President" s Memorandum and requires the use 01;
one of three applicable patent rights clauses
entitled "Patent Rights Clause - Option in the
Government," section-l(a) of the President's
MemOrandum; "patent Rights Clause - Option in
the Contractor" whenever the propose'deffortis
within· Section 1 (bJ of the President's Memor-
aridum: or I the. I. Patent "Righ-tsClaus-e - Deferred
Determination"unde>r Section l(c) of the Presi-
dent's Memorandum. The fiction that there are
three patent rights provisions in the Presi-
dent's Memorandum has thus be>en preserved by
the adoption of three patent rightsclatises.
There. is only" minor difference between the
claus'e ·"Option in the GOyernment ll

' and' the' one
entitled ,"Deferred Detex:mina'tion. II In both
cases .., the,' Government, -in effect, has the
exclusive power to determi~pe whether a-con-
tractor shall obtain greater rights to any
resulting inventions or whether the GbIIernment
will retain such rights. The use of three
c1auses complicates the procurement situation
since it makes, it necessary for the contra"cting

2-t:

The PXesidential Statement sets forth
three separate-situations,thef!rst a
presumption of Government~wnershipi

the second a presumption of contractor
ownership, and third no presumption of
ownership prior to a determination after
the invention is made. '

,

I



II 1-9.107-4 Procedures (cont'd.)

(a ) Selection of patent rights clause . (cont-vd , )

SUBMITTED BY COMMENT DISPOSITION RATIONALE

I;·'\i

NASA
(cont' d.)

JUSTICE
(RYAN)

officer to consider a sequence of events in order
to determine which is the applicable clause for a
specific contract. For example, it is necessary
for the contractinq officer to determine whether
or not his contract falls within the "Option in
the 'Government" area before he can request the
information to ~ake the determinatio~ as to
whether thellOption in the Contractor II or the
"Deferred 'Determination" clause is appLLcab'le,

If the "Option in the Government" and "Deferred
Determination" clauses were combined, it would
simplify the decision making process and would
not do violence to the concepts of the Presidentrs
Memorandum as they have been interpreted over the
years.

(ll 1-9.107-4 (a) (2) should state the criteria for
granting of greater rights after identification
of the inventionJand ~he criteria for the deter­
mination of the existence of exceptional circum­
stances and the public interest supporting the
granting of greater rights. Publication in the
Federal Reqister of the greater rights deter~

minations and the facts on which they are based
should be required. The pUblication should
include any written submission and allied data
supplied by the contractor- in support of the
determination.)

(a.)
Adopted See the·added provision of II 1-9.109-6

fo~thEi! '''greater rights II determination
(b) cz-Ltier La ,
Not See rationale (a) and (c) for the
Adopted comment on page 13.

2/
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11 1-9.107-4 rrbcedures (cone ;d.)

(a) Selection of patent rights clause. (cont'd.)

SUBMITTED BY COMMENT DISPOSITION RlITIONll.LE

See the addeq provisions of S 1-9.109-6
for "gr.eater .rights ll 'determinations~

. The criteria for determining of greater
rights isinc1ude¢ in the provision of
the added S 1-9.109-6, and records. of
decisions.~re required to be maintained
by the agenC:ies.pursulint to revised
S 1-9.107-4(b). Publication of. these
determinations in the FederalRegis~er

is considered to be inappropriate
since, it isa contractual -matter.

AdopteQ,

after'the,subsection ­
The determination of the agency head shall
consider. among other factors (1) the nec­
essary~ncentive'to~all forth private risk
capital ,and ,expense (2),- the cont'ractor's -estimate
of his costs to bring the'invention to the point
of practical application and (3) where the Gov­
ernmentl's contribution to: the "invention Is ,sntall
compared to that of the contractor. the res­
pectiveexpenditures'of the Government and'the
contractor. The determination shall be reduced
to writing in' a .public reco:rd of the findillCfs an
which-the -agency' -head" s de:te:tmiriat'ion' is.' ,bas-ed'~
The results of the determination and reference to
the location of the supporting i:ecord shaUbe

Section 1-9.107-4(a) (2), line 3, cancelj;-.....ew­
e~7-'l:he-1!l'gel'l"'T""""T'1"'''m.;.'''-'''he-=rrt.''..cto,,-'''o
~a~ft~~~ea~e~-~~~~s-~.....aft-a-ftefteKei~s.;.~e
~~eeftse-a~~e~-afl-4fl¥efle~efi-fia~-beeft-~den~~£ied

-i-i-~-Ea4.ft-e£4.~e£-ia-a£e-iftet:7i
. iine6, cancel By

and subs-titute therefor ---After an inv-ent.ion
has been identified or in-- ; and

add the. following

JUSTICE
(WERTH)

26"



II 1-~.107:-4 Procedures (cont'd.}

(a) Selection of patent rights clause. (cont'd.)

SUBMITTED BY

NSF

COMMENT

8 1_9.107_4(a) does not make any major con­
tributions to the patent policy set forth at
length in S l-~.l07~3 •. Further. subsection
(a) is made very difficult to follow as a
result of the frequent and lengthy cross
references. Simplification of Subsection. (a)
orcolnbination with S 1-~.l07-3 would be
helpful for purposes of clarity.

DISPOSITION

Rejected

RATIONALE

It is the COnsensus of this Imple­
mentation Subcommittee that tp
sepatate ,"po.licy" from "procedure,LO
is a preferable arrangement.

AID S l-~ .107-4 (a) (1) of the proposed regulations Rejected.
makes them applicable to contracts and grants
l1avihg .,...... as.!! purpose the conduct of:
experlmEmtal, develOpmental and. research", wo,rk..,.....u

(emphasis "dded,). The President's Statement of
Government.PatentPplicy by its terms is applic-
able to contracts and,.grants whose principal
purpose is the cond,uct of the aforementioned,
kinds of work.

A patent rights clause is appropriate
for use anytime R&D work is to be .
performed under ·contract.

The agency makes many grants Where the research
activ.ities.· are, 'prov'ic;ed for, 'in very' ,gen:er~:l
terms and which are incidental to the primary
purpose of the· grant. This is particularly·
'true in .institut.ion building grants. made to
u.. s . research ,and- educa-tional. institutions
under the authority of II 2U(d), Foreign
Assis-tanceActof 1961,' as '.amended,. where

i . \

the principal. purpose is to strengthen the

Sllhstantially
adppted·

..27

See the provisions of revised .
S 1-9.100 Scope of Sllhpart, with
respect to grants.



$ l-9~107-4 Procedures. (cont'd.)

(al Selection of patent rights clause. (cont'd.)

[

I

~I
~l

SUBMIT'!'ED BY

AID
(cont'd. I

CODSrA

)

COJIIME-m;:

the capability of the grantee to develop and
carry out programs of development in less
developed count~ies, rather than the conduct
of research and development work. Application
for· the proposed regulations to such grants
would impair the ability .of the Agency to
negotiate them and imPede the accomplishment
of their objeetives.

Accordingly, it is recommended that modifica.tion
of the proposed regulations be. made consistent
with, the I'resident's Statement and the considera",.
tion-s' .expzeased above.

In 8 l-9.107-4(a)(21. line 3, before "revocable"
insert -- irrevocable --i

1ine 4', before "Lnc.Lude"
insert - normally - .. r

1 ine-.'8,: after .11 in terestll

insert --Greater rights may also be acquired
by the Contractor after the invention has been
identified or where the head of the department
or aqencydetermines'that the acquisition.of
such gras'tar, rights.is,'consist,ent with 'the
intent· of Section l(alof the Statement on:
Government Patent Policy, and is either a
necessary -incentive to call forth ,private r:isk
capital and expense to bring the invention to
the point of practical application, or that the

DISPOS_JTrON

(a) ~.

"'="'J
(bl
Adopted

30

RATIONALE

This type of the license reserved to
Contractor has been deleted from this
section of the Procedures.

See the provisions of the added
S 1-9.109-6.



II 1~9.l07-4 procedures.. (cont'd.!

(al Selection of patent rights clause; (cont'd.!

SUBMITTED BY

CODSIA
(cont'd. )

COMMENT

Government's contribution-:is.small comDared to
that of the Contractor. Where an. ident ified
invention made in the course of or 'under the.
contract, is -not a primary'object'or the.
contract. greater-rights may ,also be ac.gu.ired
under the criteria of Section l(c) of the
Statement. --

DISPOSITION· RATIONALE

The above changes are recommended to cOot."lform
with Statement.

In 8 1-9.107-4(a)(3), line 2, after "8 1-9.107-.
3 (h) ", insert ~-- 'or comes under any' agency
regulations concerning special situations where
the puhlic interest in the availability of
inventions would -best be served. by permittin~

the Contractor to acquire at the time of con~

tracting, q'reater rights than .8 nonexclusive
license, --i

,

licenses", iJisert
litie 4, after" "sub­

to foreign governments

(c)
Rejected

(d)
Rejected

3/

. This language appears in !l 1-9.107-4
(Al (4l, It is deemed to be more
appropriate in this section than as
proposed~

The type of Hcensereserved by this
Government has been deleted from this
section of the Procedures.



It 1.-9.1.07-4 Procedures (cont'd.)

(a) se1.ection of patent rights c1.ause. (cont'd.),

SUBM:I'rTEP B',L __CQMM:l!lW , __ , _DJ:5'l'.OSITION

SBA Section 1.,.9.1.07-4 (a) (2) provides for the res- Rejected,
eEYBai~n: to the contractor of a'npnexclusive,
r'evocable royalty-free license, provided that the
GOvernment may. permit the contractor ,to obtain
grea,ter rights if certain criteria are met.
The 1.ast sentence of the paragraph states that
the' contractor-may obtain greater rights when
the agency head'-:det'ci~l:lttinesthatsuch action
will best "erve the public interest. These
two. prOvisions. s'ay basically the same thing.,
but in different ways. This apparent dup1.ica-
t.ion or Utconsistency should be resolved.

RATIONALE

Attempts to combine two separate
concepts of this Presidential
Statement concerning greater rights.

,

EPA In the, last four Hnes of 8 l-9. l01-4 (a) (2) •
there.is a .brie.f r.eference, more or. les:s as an
afterthought, to "greater rights" as: a con·
sequence- ,of' "exceptional circumstancesI'. It
is suggested that this aspect of invention
rights shOUld be 'made the subject of a separate
and distinct paragraph, Although recourse to
this approach to invention rights disposition
should nat be uaed casually. we dQ' fee L that it
warxants'more prominent treatment than presently
given it'.

Not
adopted

Comment Ls deemed meritorious. How­
evert_,this matter r'equires independent
consideration by the,Committee on Gov­
ernment patent Policy separate from '
the issuance of this regulation.

A task force shoulli be established to
develop such guidelines so that greater
consistency may be achieved in the'
agencies' implementation 'of the presi­
d,ential patent Policy Statement.

,I

I<%~~
1\®I'l:

5)..



')

9 1-9.107-4 Procedures (cont'd.}

(a} Selection of patent rights clause. (cone" d. J

SUBMITTED BY COMMENT DISPOSITl:ON RATIONALE

DOT Ii 1-9.107-4(a)(2} specifies that "the agency may
permit the contractor to obtain greater rights·
than a nonexcLus Ive license .... if certain criter.ia
are-met.-" andvaLso st.ates tha.t"In exceptional
circumstancesth{~c~ausemaybe,mOdified. to
providethecoritractor with greater rights......
The language used is similar to that set forth
in the presidential guidelines. HOwever, when
language of this kind is incorporated in a
Federal Procurement Regulation, examples of
"certain ,criteria" and "exCeptlonal_ c Lxcumstiancea "
should be set 'forth, Unless examples are given.
uniformity throughout the Government will not be
achieved in .all probllbility;

Not
adopted

Comment is d¢emedmerito~ious. However,
this matter requires indepenaentcon­
sideration by .the Committee on Govern­
ment Patent Policy separate .from. the
issuance of this regulation.

A task force.should be established to
develop such guidelines so that.gre;lter
consistency may be achieved in the
agencies' implementation of the Presi­
dential Patent Policy Statement.

9. 1-9.107-4(a}(3}. :En orcIertoclarify the situa- Substantially Added language cl"rifiesthe selection
tion. it is suggested that the following be in- adopted procedure.
sertedafter the word I'contr<ict II in .lin'e 1:

does not come within Section.1-9.107-3(a} but
does --. Change .lIcome's-lI- to "coma.";

It should be made clear that even though the work
to be performed comes witM.n Section· 1-9.107-3.(b}.
the clause in Se.ction 1-9.• 107-5 (b} is not applicable
unless the work to be performed. does'. not come. within
Section 1-9.107 3(a}.,

33



II 1-9.107-4 P,;ocedures lcont'd.l"

(a) Selection of patent ,;iqhts clause. (cont'dd

')

SUBMITTED BY COMMENT DISPOSITION RATIONALE

Substantially
adopted

DOT
(cont'd. )

IIlc9.107-4 (a) (4). Even though the work. to be
performed under the conta-act; comes '-w~thin
!I 1-9.107-3 (c). the clause in !I 1-9.107-5 (c) is
not applicable unless the work,~ not come
within II 1-9.107-3 (a) and II 1-9.107-3(b). .
Aeco,;dingly, it is ,;ecommended that the following
words. be inserted in line 4 a~ter the word
"con:tract tl

: --does not come with Section 1-9.107­
lliLand Section 1-9.107-'3(b) but does --. Change
"comesJl' to: "come-II.

This added language.wiil emphasize
that !I l(c) of the pJ;esidential State­
ment is used only when II lea) a,; l(b)
Of the Statement is not applicable.

I
/'~illi;l

Furthermore', as' stated inpreced-ing. comments
,;egal:ding II 1-9. 107_4 (a) (2), these,;egulations
should include examples of "special situations"
that a,;e ,;efe,;,;ed to in this subpa,;t.

Not
adopted

3y

See ,;ationale fa,; fi,;st comment on
on page 33"



S 1-9.107-4 Procedures. (cont'd.l

(b) Record of decisions. The agency shall record the basis of its decision whenever it determinestha~<a,~tx~t

falls within S 1-9.107-3(a), (b), or (c). The agency shall also record the basis of its decision when it determines
that exceptional circumstances are present in a contracting situation or that the. contractor shall acquire greater;
rights than a nonexclusive license pursuant to S 1-9.107-3(a) or (c).

~!

~

SUBMITTED BY

JUSTICE
(RYAN)

NASA

COMMENT

What has been said in S 1-9.l07-4(a) (2) calling
for the type of public record set out 'previously
herein applies as well to S 1-9.107-4(b) regarding
determinations that a contract falls within
S 1-9.107-3(b) or (c), that exceptional circum­
stances are present, or that the contractor shall
acquire greater rights pursuant to S 1-9.107­
3(a) or (c).

S l-9.107-4(b) includes a statement that the
agencies shall record the basis of their
determination whenever they use a patent rights
clause. An agency should also record the basis
of its exceptional circumstances findings or its
greater rights d~cision~. The normal method of
recording_dec~sions required by procurement
regulations is in the contract procurement file~

This provision should be clarified so that the
contracting officers know where theirdec-ision
should be recorded.

DISPOSITION

Adopted
in part

Rejected

RATIONALE

Section 1-9.107-4 (b) provides for
recording of the basis of agency
action under this regulation.

Agency implementing regulations shou!d
specify·where decisions are to be
recQrded~

,I

b~
:~l' 3S



!l 1-9.107-4 Procedures. (cont'd.)

(b) Record'of decisions. (cont'd.)

.~UBMITTED BY

JUSTICE
(WERTH)

'{

IlEW

COM.'lENT·

Cancel 9 1-9.107-4(b) in its entirety, and sub~

stitute therefor -
(b) Record of decisions. The agency shall

record the basis of its decision (i) whenever
it determines that a contract falls within
Section 1-9.107(a), (b), or (c), (ii) when it
determines thatexceptio~al circurnstancesare
present ina contracting situation or that the
contractor shall acquire greater rights thana
nonexclusive license pursuant to S 1-9.107-3(a)
or (e). This record shall include all sup- .
porting documents, correspondence, memoranda,
and evaluations pertaining to the decision.

9 1-9.107-4(b). If a department determines
that all its contracts are within one section,
such as 9.107-3(a), does the clause require
a decision on a contract-by-contract basis,
or is a single blanket decision by the De­
partment s~fficient?

DISPOSITION

Adopted
in part

Commentary
only

3(,

RATIONALE

Revised 9 1-9.107-4(b) includes the
provisions suggested without defining
the nature of the supporting record.
The supporting record will be prepa~ed

in accordance with agency pplicy.

Agency implementing regulations can
specify that all contracts in a
specific area fall within a particular
section ~f this regulation, if this is
actually the case.



!l 1-9.107-4 Procedures (cont ·d.}

(c) !license for States and munic:l.pa'lgovernments. Subparagraph (c) ,1) in the clause set forth in S 1-9.107-5 (a)
provides that the Government shall acquire a paid-up license £or- States and domestic municipal governments for any
invent.ion made In the course of or under the contract.. However, the agency head may determine at the time of con­
tracting that it would not be in the public interest to acquire the license, or he may reserve the right to make
such determination after the invention has been identified. When the agency head makes or reserves the right to
make this determination, subparagraph (c) (1) shall be replaced with the appropriate subparagraph in S l-9.l07-5(d).

Requiring a public record of determinations
and providing es serrt LaI criteria as indicated
will tighten the regulation, strengthening it
against the possible occasion of "qLve-eway"
a llegat ions.

SUBMITTED BY

JUSTICE
(RYAN)

TREASURY

COMMENT

~at has been said concerning !l l-9.l07-3(e)
also applies to!l l-9.l07-4(c). That is,
!l l-9.l07-4(c) should state the criteria for
the determination that the public interest does
not require the Government to acquire a paid­
up license for States and domestic municipal J­
government~ and~hould require that the facts .
on which such determination is based be made ]
a matter of, public record. The States and
municipal governments should have notice and '
an -oppor t.unLt.y to represent theirinterests;
in the matter~

]
"States and domestic municipal governments II

seems to refer only to towns and cities.
Therefore, it might be more accurate to change
the term to "state arid local governments" or

"state governments or the governments of any
political subdivisions thereof. II (See
Treasury comment under !l l-9.l07-3(e».

DISPOSITION

(a)
Not adopted

(b)
Rejected

(c)
Adopted
in part

],dopted
in part

RATIONALE

See rationale for Justice comment on
page 20.

Not administratively feasible.

See rationale for Justice comment relat­
ing to correspondence and record keeping
on page. 13.

See rationale to Treasury comment on
page 21.
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II 1-9.107-4 Procedures (cont'd.)

(c) License for States and municipal governments~ (cont'd.)

SUB-"lITTED BY

JUSTICE
(WERTH)

DOT

COMMENT

Section 1-9.107-4(c}. line 4, after the word
"contn-act.Lnq", insert -- in accordance with
Section 1-9.107-3(e) --.

!l 1-9.107-4(c}. criteria for determining when
"it would not be in the public interest to ac­
quire, the license" should be given. similar
criteria for determining when the head- of the
agency might IIreserve the right to make' such
determination after the invention has been
identified, I' should, also be included.

DISPOSITION

Rejected

Not
adopted

RATIONALE

Inclusion of these words is in~

appropriate in this section.

Co~ent is 'deeroeQ meritQrious. However,
thlS matter requ~res~ndependentoon-
s Ldexalion by Ehe Comrnittee on Govern­
ment Patent Policy separate from the
issuance of this regulatiqn.
A task force should be established to
develop such guidelines 'so that .greater
consistency may be achievedin.the
agencies' ~mplementation of the Presi­
dential, Patent Policy Statement.

HEW !l 1-9.107'-4(c). For the purpose of clarity.
it is recommended that the following change
be made in line 4: Delete the wordsf........""..
1=-ae-l-i:eeaeB' and insert .;.,- extend the licens~_

to states and domestic municipal governments

RejectedT .
~he type of licenge~eservedto the
Government has Daefi de~eted from this
section of tha p~~~.~

3ff ~
>./~



'~~'"

S 1-9.107-4 Pr.ocedures (cont'd.)

(d) Right to sublicense foreign governments. Parag.raph (c) of the clause set forth in !! 1-9.107-5 (a) does not
provide the Government with-the right to grant a sublicense for any'inverttion,made in the course'of or under the
contract, to any fo~eign government pursuant to any existing or future tre9ty or agreement. The agency head may
determine at the time ,of contracting that it would be in the nat'ional interest for the Government to acquire such
right, or he may reserve Lhe right tro make such determination-after -tihe invention has: been identified. When the'_-\~:'
agency head makes or res'erves the right. to make this determination, the appropriate subparagraph in 81-9.l07-5(e)
shall be included ..as part of paragraph [c ) in the clause set forth' in!! 1-9.107-5 (a).

SUBMITTED BY COMMENT DISPOSITION RATIONALE

Not
adopted

DOT

HEW

!! 1-9.107-4(d}. Following the similar logic of
the preceding comments, criteria should be given
as t·o when liThe: agency head may determine ..• t.hat;
it wouI4 be£nthe national interest for the
Government to acquire ..... 11 the right to grant
sublicenses to any fOreign government pursuant
to any existing or, future treaty or agreement.

!l 1-9.l07-4(d). It is unclear why in 9.l07-4(c)
the c'andition of al:icense to states and .domestic
municipal gove'rnments is Positively added to the
license, and .affirmative' actionrnust be taken.to
del~te the condLtion, while in 9.l07-4(d) the
condition permitting the Government· to ~icense

foreign governments is not added ,to the license,
and an affirmative action must be taken to add
such condition. For purposesofcortsfstency and
easeofadministration,itwould seem that both.
conditions' shoald be either added to the license,­
with the agency needing to take action to delete,
or vice versa.

Comment 'is deemed meritorious. However,
this matter requires independent con­
sideration Py the Committee on Govern-
ment Patent Policy separate from the
issuance of this regulation.
A task.force should be established to
develop-,such guidelines so that greater
consistency·maybe ~chieved in the
agencies~ imp~ementation of the.Presi-

Rajectea, ,... dential Patent Policy StatemeRt.

L-This section is consistent with 1 (h) (1)
and (2) of the Presidential· Statement.
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!! 1-9.107-4 Procedures (.cont'd.l

(e) License to contractor. In .,aragraph (d)' in thecr"use set forth in Si-9.I07-5 (a), the cont.r'accor is qz-arrt.ed
a revoc.able, nonexclusive, royalty-free license on each invent-ion, made in the course Of or under the con-tract, for
practice of the invention in this country. The agency may, however, grant the contractor an irrevocablecnon-
excLue Lve , royalty-free domestic license.. When the, agency decddea.rto grant such license, par.agraph' (d) of
S 1-9.107-5 (a) shaUbe r epLacedwdtb paragraph (d) of!!, 1-9.107_5 (f) •

't

AEC

COMMERCE

GSA

COMMENT

Line 1, delete ~e7, and insert --may, upon
request, be~-. The reason .forthe proposed
change is .discussed in connection w'ith
91-9.107-5(a)(d). (See AEC comment under
9 1-'9.107-5 (a) (d).)

Cancel the last sentence and insert, --When
the agency -decide:s to grant such' license,
subparagraphs (3) and (4) in paragraph (d)
of 1~9.107-5(a) shall be cancelled and sub
paragraph (1) shall be replaced with sub­
paragraph (1) of 1-9.107-5(f). This amendment
would retain sUb.,aragraph (4) in paragraph (d)
of 1-9.107-5(a) when the agency grants the con­
tractor an irrevocabl,e domestic licans,e·..

9 1-9.107-4(e) provides that the agency may
grant the contractor an irrevocable, etc~,

license.. Criteria should- be added as" to the
basis' and jus-tif-ication for_such -action to
ensure appropriate and uniform use 0-£ this
authority.

DISPOSITION

Adopted

Substantially
adopted

Adopted
in part

RATIONALE

A third alternative set forth in
9 1-9.107-5(d) has been added by the
Implementation Subcommittee which
provides that licenses may also be
granted only upon request.

Revised '1;.anguage of this sec~~--------:

clarifies-the type of license reserved
to the contractor.

Same: criteria is provided in
9, 1-9.107-5 (h).

~
\

lfO



\

II 1-9.107'-4 Procedures, (cont.'d.)

(e) Licens'e to contractor • (cent'd.)

SUBMITTED BY COMMENT DISPOSITION RATIONALE

CODSIA Line 1, delete ~ri7 and insert -- An agency may Adopted
reserve the right to revoke a license so that it
may grant an exclusive license when it determines
that. some-'degree'of,exclnsivity may be necessary
to encourage further development and commercializa­
tiona! the invention. Accordingly, in ~-i

SectiOn (d) (2) and (3) of. the Patent
Rights clauses of S 1-9.107-5 (a'), (b),
and (c) have been modified to provide
for revocation of the. domestic license

'reserved by the contractor along the
lines suggested by the cornmentor.

Line 2. __ delete La7and insert' -- an irrevocable.
Q!:. --; and

Adopted
in part'

This section has been revised to pro­
vide for the reservatipn of either a
revocable or irrevocable" license in
the contractor~

Line 4:, after the first "'license", insert --' , and' Rejected..
should do so whenever ,the ,work called for by'~,lL- ~~he te~t suggested ~orthe.reservation
statement of work' is in a fieid of technology of ~n ~~evocable 1~gense~s not
. , . " , , ' " . " . sat~sfactory. AgencJ.es may adopt
1n WhlCh ·the Contractor hasacgulred a technlcQ.l implementing regulations as to when
competence directly related to an area in whieh an irrevocable license may~e reserved
the, Contractorh'2I.S 'an· established nongovernmental ~() the contractor . ~'--- -~--~"

commercial position.

,
DOT S 1-9.107-4(e). The criteria for determining when

the. contractor shall be given an,uirrevoGablelf'as
distinguished from a "irevocab~eu :license s'houLd,
also beestab.lished inthereg1ila,tions..

vi

Not
adopted.

See rationale to GSAc¢mment on page 40



!l l-~.l07-4 Procedures· (cant'd.)

(c) License to contractor. (cant'd.)

,
i

SUBMITTED BY COMMENT DISPOSITION RATIONALE

""'~ NASA In order to_clarify the selection of patent
rights clauses in the proposed FPR, it will
be necessary to include som~, provisions in-the
RFP so that the prospective contractors may
request a specific patent. clause which may be
difference. from that proposed in theRFP. It is
therefore suggested that the FPR include a section
on the appropriate RFP language which may' be-used
to aSSUre that the correct patent rights pro­
visions are included in the agencies' cbntracts~

Adopted
in part

see revised !l 1-~.l07-4 (a) (1) which
providesofferors an qpport~nity to
show that a selected 9lause is improper~

-------'---:_'""'----q---------

'-!-L



S 1-9.107-5 Clauses for domestic contracts.

IlATIONALEDISPoSr'I=.:O::.:N"-_..:;:==== ~ ~--~COMMENTSUBMITTED BY

USDA S 1-9.107-5 sets forth specific patent clauses Commentary
which will be required to be included in contracts only
and which will be selected in accordance with the
criteria in Section 1-9.107-3. As already pointed
out, these do not apply to this Department because
of the statutory requirement which precludes
leaving title with the contractor.

See rationale to USDA ~ornrnenton page 8.

I,i
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!j; 1-9.'107-5 Clauses, far domestic. contracts.

~

(al· patent Rights' :clause
within S 1-9.107-4, (a) (2).

(al, .De,finitions.

Option in the Government. This.clause :inall be included in all contracts that fall

PATENT RIGHTS - OPTION IN THE, GOVERNMENT

(:~)"" "SubJect'invention. n· means any invention or discovery conceived for first, actually reduced to practice
in.t:b~"e'Q~se., of· or' under· this contract, and includes any art, method, process, machine, manufac t.ur-e, design, or

'::-dOlhp(;)~~~idh.:?f'.ma,tter.·orany new and useful improvement thereo,f, or any variety of plant, which is or may be
patentabl,. under , the Patent Laws of the Uni,ted' States of America or, any foreign country.

(2:) 1,IC0ll..tr~ct-.n'._means"any"contract, agre.ement,. grant. or ~the'r anranqement.s or subcontract. entered. into '''with
or for the benefit pf the GOvernment wher,e a purpose of the c'ontractis the conduct of experimental, developmental.
or resear'ch work...;

(3) "Made. IF'wheo"us_ed in relation to any invention' or discovery, means the concePtion qr' first actual re'dtiction
to prac-t:ice of ,such ",'invention in 'tihe course of or under the 'contract.

(4) "States; "means the ·States of the Ul1itedSta.tes, tl1e District of Columbia. Puerto· Rico.theViz:gin Islands,
American Samoa, Guam.: and,'.the Trus.t Territory of the Pacific' Islands.

(5) "Gove;rnment:, agency.," includes an executive department. independent .conunission, boa:t:d.off,ice.·.,a.'genc,Y'"
administration..- authori.ty, Government corporation, or bther Government establishment o~ theexecu'tive bra~ch of the
Government of the United States of Ame.rica.

(6) "To the point: of prac.tic'al, appl.ica.tion( II means, to manufactu'rein the case ofa compcsLt Lon or' product, to
practice in the case ofa process, or to operate· in the. cas~',o£,a mea.chinE:'!C'J.rid under such conditlons as to establish
that· the invention lsbeing worke<:1 and that its bene.f i.ts :are reasonably accessible .to ·the· public ~

'l-Cj-



$1-9.1,07.,..5 Cl,ausesfor dOlllestic contract"s. (cont.vd ,')
.',;C

(a) Patent Rights' clause - option in the Government. (cant'd.)

(a) Definitions. ,(cont'd~)

c-,

SUIlMI..mQ BY

USDA

COMz.m:NT

~e only patent clause included in the draft
regulations which cQuld possibly be modified to
meet USDA statutory requirements would be the
one setfQrth in Section 1-9.107-5(a) , "Patent
Rights' Clause ...;- Option in the Government." Such
,a modif~catiQn-would beagreatly-a'bbreviated
version of the clause proposed by GSA and would
include the following paragraphs:

(a) Deffuitions

Subparagraphs 1, 2, 3, and 6.

USDA ~ontracts do not include definitions of the
terms "s ubject invention, II "coritrac.t,"11 "made j "

and "poInt; of practical applic-ation .. H Although
no past controversies. which may have arisen in
the interpretation of these terms; are knownr

inclus-ion. of ,the definitions is des Lxab.le,

DISPOSITION

Rejected

RATIONllLE

Tliis is only 'a general ,discus$ion~

Grants and cooperative agreements
are expressly provided for in
aeparate legislation from that which
au~orizes for~al contracts.

The purpose of this regulation is to·
prescribe pOlicies and' clauses
applicable to all agencies to the
extent. consistent with'applicable
statutes. Adoption of this comment
would d~feat achievement Of this
objective. .

/lEe In S 1-9.107-5 (a) (a) (1), line 1, delete Rejected
Leeaeeivea~eE-~~~e~~aeEaa**y-~eeaeee-te~p~ae~ie~7'

and 'insert --made--. Thede~etedphrase is the
def~nition of "made." dnvsubeect-ton (3) and it
should accordingly be ueed •.

/-fS'

Retention of the words are desirable
to emphasize the concept of Umade"
because 'of its importanc~.



'~

S 1-9.107-5 Clause~ for domestic contracts~ (cont'd.)

(a.) .Patent Ri,ghts clause option ·in the Gover.nment;. (cant I-d.. ):

(al De'finitiolls. . {CQIlt 'd.}

SUSMI'.l".rED BY COMMENT DISPOSITION RATIONALE

DOT. (sl.T~~107-5{a) (a] (l). .or-ne definition. of "Subject \Rejected
in'V"e~ionllrefeIs:to inventions conceLved or
first 'actually reduced .t.o practice ,Itin the course
of"the contract. AlthOugh this lallguage was
taken' from" the ASPR,- w,e have had 'several questions
as..tO.whatUin- the, course' of", means, We have _
interpreted the 'language, to mean that if, Govern~
me.ot.money is used in. the ':conceptiqn',·or actual
reductiqn',to practice, the invention-is a "Sub-
ject .invent:ion. II However:, we bel ievethat
there should be all. explanation of What the Lan-.
guage means or the defiIlition should be changed.) .

tThete SUb.c.omm.. it.t.ee. should also consider expandi.n.9 j.Rejected
the definit:ion to include "any invention, improve- _
ment,etc.,. whether or not patentable" chereby
leaving g~ay are~considerations to the jUdgment
of the Government.:). .. . .

1l1-g.107,5{a} (a) (3]. The word "Made."is defined Adopted
but the term does not appear in the clause~ Unde~

the. circumstances,. the definition should be
deleted.

'-Ie,

. Thi.s matter.has been debated for' years
by the Committee and the Executive
Subcommittee without resolution.
Therefore, it is deemed inappropriate
for "the Implementation Subcommittee to
attempt further clarification of these
terms.

Present language is taken from
Presidelltial statement.

Tlteterm'lImade tl was cancelled for the
reason given ..



g 1-9 r 107-5 Clauses' fo.r domestic contracts. (cont'd.)

(a) Patent Rignts clause - OPt.ion in the Government. (cont ' d. )

(a) Definitions. (cont 'd.)

SUBMITTED BY

NASA

SBl\

CODSIA

CO~'lENT

The FPR ha.s lirn-ited the definition of "subject
invention" to the statement "which is or may be
patentable II instead of the ASPR "whe t.hex or not
patentable." NASA believes st.a t.ement; should be
changed to conform to the ASPR.

Throughout the regulation the term "pr.incipa-l
or exclusive rights" is used in describing the
acquisition of rights by the GOvernment, but
nowhere is there a definition of the word
"principal". Does it mean the minimum rights
granted to the Government under Paragraph (e)
of the Patent Rights clause or does it mean
something between minim~m rights and the complete
rights acquired by the Government unde.r paragraph
(b) of the clause? The word needs definition.

In 9 1-9.107-5(a) (a)(3), line 2, after "con­
tract II insert -- .l.-however, any invention that,
although first actually reduced to practice in
the course of or. under the contract, but the
subject of a patent application filed prioE
to the execution of this contract shall, as a
minimum, be the subjec.t of an irrevocable
license grant to the Contractor, together

DISPOSITION

Rejected

Rejected

Adopted
in part

RlITIONALE

Adoption would conflict with the
Presidential Policy Statement.

The contract clauses adequately define
the rights of the parties. A definition
would eliminate the flexibility provided
agencies to select the desired contract
clauses under the regulations. (For
further discussion of "principal or
exclusive rights" - see the Interpretive
Statement found in the 1965 Annual
Report on Government Patent Policy.)

Section l-9.107-5(h) has been added to
permit an agency to grant to the con­
tractor an irrevocable license on
subject inventions constructive~y

reduced to practice prior to this
contract date.

cri



S 1-9.107-5 Clauses for domestic corrtracts. (cont'd.l

(a) Patent Rights clause - Option in the Government. (cont'd.l

(al Definitions. (cant 'd.)

SUBMITTED BY

CODSIA

(cant 'd.)

NSF

INTERIOR

COMMENT

with the right to-q~antsublicensesof the same
scope to the ext-ent c:ontractor was legally­
obligated to do so at the time the- contract
was awarded.

Where an inV'ention has been conced.ved. and con­
structivelyreduced to practice before the con­
tract was entered Lnto., in Equity and f'a Lrries s.,
the Contractor should rece.tve no: less, than an­
irrevocable licensea

In S 1-9.107-5(a}(a}(c}, the proposed contract
provisions appear to be excessively formidable
and harsh considerin~ the -nature and the cause
for the promulgation of this regulation.
Specifically, consistent with our previous
comments, we would suggest deleting the:wozd
&:£~7 fram the definition of nCOntract" '"

Add the follow~definitions.

(7) nContrac,tor" meanS' .any individual,.
partnership, public or' private eorpo~ation,

association, institution or other entity
which isa party to the contract and in
eludes errt Lt.Les controlled by the contractor..
'the term" 'controlled", means' the d~rect or

,-.', ,

DISPOSITION

Adopted
in part

Rejected

'/-t'

RATIONALE

While the word ,ligrant" was not deleted
from the definition of II cont r a c t " as
suggested by the commentor, the sense
of the ~omment was aCCommodated by
modifying S 1~9.l00, the Scope .para­
graph, to provide that the applicability
of the ,subpart tq' grants is permissive a

Definition is deemed unnecessary.



g 1-9.107-5 C!auS'es for domesJt:xc <:On~Si. {~·d.l

(a) Patent Rights¢l:iFse - Opt:ign irr the Governmentee., (cwrt'd"J

(a) Definitions.. (cant·'d.l

SUBMITTED BY

INTERIOR
(cont'd.)

COMMENT

indirect6wnership of more than 50 percent of the
Qutstandingstock entitled to vote for the
election of directors, or a directing influence­
over such stock: Provided, however, that foreign
entities, not .. wholly . owned by" the contra:ctor shall
not be considered as I'c'ontrolled" for purpose's
of this patent. clause. For the purposes'af.the
patent clau.se~ grantees- are deemed 'contractars.

DISPOSITIO.!'! . RATIONALE

e--~-~.---"--"~-~'>">-_.'--

I
,i'.,i
~,~'

I
;;
,;

(8') "To practice an invention or patent Jr means Rejected.
the riqht of a licensee on his own behalf to make,
have made, use drhaveused, sell' or have sold, or
otherwise dispose'ofaccording to law, any machiue,
des,ign, 'manufactur:e or composition of matter
physically embodying the invention· or to use or
have used the process ore method comprising the
invention ..

(11), ,"Background .patent,t means ,a ,foreign' or,
domestic patent (regardless of its date of issue,
r.elativeto the date of this,'Contrac::t): _ ,:

( i) Which the Contractor, but not the
Government, has the right to license to others, and

(ii) Infringement of which cannot be avoided
upon the practice of a Subject Invention or Specified>,­
Work Object.

1./7

;-
Comments with respect tc the suggested
additional subparagraphs (8),(11) and
(12) are directed to the question of
the uacquisition of 'background patent
rights. II Under this project, the
question of "background patent rights"
is not being considered~



l!l 1~9.107-5 Clauses for domestic contracts. (cont'd,)

(a) Patent Rights clause -.Option in the Government. (cont' d.)

(a) Definitions. (cont'd•.)

SUBMITTED BY

IN'l'ERIOR .
(cent; 'd.)

COMMEN'l'

(12) nSpecified WorkObjectllmeans the specific
process, method, machine, manufacture or com­
position of matter (including relativelyminoi
modifications thereof) which is the subject of
the experirnental,developmental, or research
work performed under this contract.

The definition' of Contractor is deemed required
in order to- include within. its scope subsidiaries
of the entity performing the work. This becomes
important in ba,ckgr,o.und right problems, since a
subsidiary'may control the dominant background
patent. Including such subsidiaries~n the
definition subjects them to the obliga.tion of'any
background licensing pravis ions which may be
LneLuded.;

DISPOSITION RATIONALE

~_.- ----------------'->.<-.-"---------,-- --',-

DOD

A def·in.ition of "practice·" is thought required.. Rej,e.cted

II l-9~l07-5 (a) (a) (6); prefacla the title "to the>
po i.nt; of practical application" with -- !Q.
bring --. Although the title cor~esponds to
that in the President's Statement, the prefatory
words az.e- always added whenever the title is used
in tihe. clause ..

.5"6

Grammatically, the comment is
meritorious. However, in the interest
of consistency with the GSA licensing
regulat~ons, retention of the present
language is deemed desirable.



S 1-9.107-5 Clauses for domestL= contracts•.

(a) Patent Rights clause - Option in the G01Termnent fcottt·d.)

(a) Definitions. (cont'd•.)

.r

SUBMITTED BY

. HEW

COMMEN'J:'

II 1-9.107'-5 (a) (a) - Definitions. The definition
section of this clause makes the clause applic­
able to gr.ants-,. which is unacceptable to HEW
due to its long-establiehed policy Of utiliz­
ing separate clauses for grantsc and contracts~

DISPOSITION

Adopted
Ln. part

s7

Rl\TION.~LE

See rationale of NSF comment on page 48.

--~-_.~, ---,-- -------------~-....._-~-------



!l 1-9.107-5 claus~s' for domestic contracts. (cant 'd.)

(a) Patent Rights clause - Option in the Government. (cont:'d,;)

(b) Disposition of rights.

(1) Assignment to-the Government~ The contractor agrees to grant to the Gotrernment the entire right, title,
and interest throughout the world in and to each subject invent.ion of the Contractor, except as provided in (b) (2),
(b) (3), and (f), below.

(2) Request for greater rights.

(i) The Contractor may request greater rights in a subject invention than the license specified in (d),
below, and the right to file a United States patient; application. The request sheLl, be submitted in writing at the
time of first disclosure of the invention pursuant to (e), below, or not later than 3 months thereafter or such
longer period as may be authorized, by the Contracting Officer for good cause shown in writing.

of' this contracto~ if the invention is not a primary object
the :a:..eques,t. in ('i},.. above .. shall set: forth information and

If the invention is a primary object
the criteria of 41 C~R 1-9.107-3.(a),
show that:

'~-,--~~c_.~_--.~_~_~

(A) The acquisition of such greater rights: is a, necE!ssaiy incentive to call forth private r'isk
capital and expense to bring the invention to the 'point of practical app~icatiQn; or

( ii)

but falls within
facts tend ing to

(B) The Government~s contribution to the, invention was sma'll c~mpa~ed to that of the contractor.

~i

~

(iii) If the invention is not a primary abject of this contract and does not fall within the criteria
of 41 CFR 1-9.107-3 (a) , the request in (i), above, shall contain a statement of the Contractor's intention and plan
to bring the invention to the point of 'practicai-application. The Contractor shall. establish, upon request, the
likelihood that the invention will be more expeditiously developed to -the point of practical application under his
plan than by Government licensing or dedication to the pubLic.

(3) Foreign rights. If the Government determines- not to file ~;patent application on a subject invention of
the Contractor in any particular foreign country, the agency may authorize the Contractor to file a patent applica­
tion on such invention in such foreign country and to acquire the entire right, title, and interest therein, subject
to the license to the Government specified in (e), below.

Sc2



S 1-9.107::"5 Clauses for domestic contracts.. (cont'd'.)

(a) Patent Rights clause-- Option_ in -the Government •.jcont!d: ... }

(b) Disposition of rights. (cont'd.)

§.,

SUBMITTED BY

AEC

NASA

USDA

POSTAL
SERVICE

CO~'lENT'

S 1-9.107-5 (a) (b) (1) - It is suggested that the
title of (b) be changed to Disposition of Prin
cLpq.l Rights. Other r_ights are disposed of in
other par~graphs.ofthis clause.

S I-$.I01~5(a) (b) (1), delete the word ffi"",,~7

and insert ~-assign~~.

S I-9.107-5{a) (b) (I), deleteL:;-e"eepe-as.
P"""~Q"Q-,",,--t..+-t:l·h·-4b-H;;+r-"Ril-+li+7 -1gele~7

It. is suggested that S 1-9.107~5(a) (b)(2). be
revised. As written, the paragraph gives the
contraptor a right to request greater rights
than the license to which he is entitled, as
a minimum, under paragraph (d) of the clause.
A- contractor who files a request which, on 'Lt.s
face', satisfies all nequLnemen t s., would doubt­
less consider that he' became automatically
entitled to the additional rights specified in
his request. In our opinion, the contracting
agency should retain the 'discretionary right
to determine whether or not it will.cede some
of its rights to the contractor: that is, the
clause should be so revised tha,tthe mere
filing 0-£ a request would not, by itself, . be
d-eemed'to divest the Government of- rights to
vest them in the contractor instead. Ther

DISl'OSITION

Adopted

Adopted

Reject.e<l.

Adopted
in part,

RATIONALE

Reason stated in comment.

Conforms with heading.

Lanugage should be retained for clarity.

An added Section 1-9.109-6 provides for
the criteria to be applied by the agency
in the greater rights _determination.

.5.3



!l 1-9.107-5 Clauses for domest:i.c contracts. (cont'd.l

(a) Patent Rights clause - Option in the Government. (cont'd.}

[b) Disposition of rights. (con t td , )

", SUBMITTED BY

POSTAL
SERVICE

(cont'd.)

VA
(Prosthetic

& Sensory
Aids Service)

DOD

COMMENT

request should be made subject to approval or
disapproval by the Government.

The wording in !l 1-8.107-5 (a) (b) (2) seems to
be slightly incomplete; i.e., the contractor
may make r eques t.s for greater rights-, but the
clause does not specify the person who decides
(head of agency, contracting officer, etc.) or
timing, ~hich is important. The agency pre­
sumably has flexibility to decide.

The revisions will add some administrative
duties inasmuch as the clauses are much longer
than those presently used by VA. Perhaps the
clauses could be incorporated in research
contracts by reference to the amended FPR.
More likely they will be printed for use by
all Contracting Officers, somewhat like the
Equal Opportunity clauses.

91-9.107-5(a)lb)(1). Delete reference to
(f) since it is not really an exception.

DISPOSITION

Adopted
in part

commentary
only

Adopted

.5-</

RATIONALE

The added Section 1-9.109-6 provides
for the criteria to be applied by the
ag~ncy in the greater rights area but
leaves to the agency discretion with
respect to the level at which such
determinations will be made.

A€c~:racy



S 1-9.107-5 Clauses for·domestic contracts. (cont'd.)

(a) Patent Rights clause - option in the Gove·rnment.. (cant "d~l

(b) Disposition of rights. (cont'd.)

_~~~~l
~;,3'

SUBl'-ITTED BY

DOl)

COMMENT l)ISPOSITION

S 1-9.• 107-5 (a) (b) (2) (i). The addition of a para- Rejected
graph along·the following lines will help to
avoid any implication of the automaticity of
grant of requested greater, rights:

The conti.actor will be notified'. in w:riting
of the extent to which such reguest if!
granted.

;,;:;;~

AATIONALE

The regulations require the agency to
make a determination with respect to
greater rights, and it is implicit
that the agency shall notify the
contractor.

• ./iI.



S 1-9.107-5 Clauses for domestic contracts. (cont'd.)

(e.) Patent Rights clause' ~ option in the-Government .. "(conti d , )

(b) Disposition of riqhts. (cont' d.}

SUBMITTED BY

GSA

AEC

COMMENT DISPOSITION

II 1-9.107-5 (anb} (2} (i} covers the request for Rejected
greatet rights and provides for a written request
within" .... 3 months thereafter orsu,ch longer
period as- may pe authorized by the Contracting
Officer for good cause shown in writing .. II This
broad phrase should be limited by providing that
(I} no such request shall be allowed if made after
final payment under the contract, and (2} that the
dec Lsion _of the contracting Officer as, to granting
an extension (beyond the 3 months} shall be flnal
and:_ .,-shall no-t be subject to the "Dd.aput.es" clause
of:'the ·co.ntract. Thiscol1c -e p t is contained in· the
VaXue. Engipeering. claus-e in ASPR ~-1707~land was
discussed -Ln .Cov i nqt.on Industries, ASBc:A#'12426
(9!27!68}, 68-2 BCA par.• 7286. The pz Lnci.pl e On
the,lIfinaI payment" concept is contained in the
Changes-clause in the standard construction and
supply contracts.

II 1-9.107...5 (a} (b) (2) (L) ,line 2, delete ,5n:1i7 Rejected
and insert --, -including -- ..

RATIONALE

The timing. for final payment is
immaterial to a-decision ~or greater
ri,ghts. with respect to the "Ex­
tension of Time", this is a dis­
cretionary matter and is pot applicable.

No~easonfor change given and nOne
can-be ascertained~ .

II 1-9.I07-5(a) (b} (2) (i} - The delay in filing a
patient; application authorized by this section
may be necessary in c:ertaincircumstances in
order to permit the contractor to- prepare the

Rejected

a

A fixed period for normally ~equesting

greater rights is desirable. In
addition, sufficient flexibility exists
under present language.



S 1-9.107-5 Clause's: for domestic contracts. (cont'd.)

(a) Patent Rights clause- Option in_~~e Government.

(b) Dispositio~ of rights_ (contld.)

(cont'd.)

SUBMITTED aY

AEC
(corrt ' d. )

CODSIA

COM.'1ENT

support for his request for greater rights, but
any delay in the preparation of a patent applica­
tion is not preferred patent practice because of
a possible interference, lack of diligence, or
right to file in foreign countries. It is
therefore suggested that the section be amended
to permit greater flexi-bility for the contracting
officer to de t.e rm i.ne otb.e appropriate time period
in accordance with the circumstances. This could
be accomplished by deleting the phrase in lines
3 and 4 k~1'1"&l:--l.-a4:_-4:£-aTl-4:"",ee---(.;l~-"""'-t"'"

-Efl.e£-ea-f4:~-~-~-.J.~7 and substitute -- or
such ~-, and in Line 4, delete ~~-~~;-
shd;,.;.7 _ -

Delete the second sentence of S 1-9.107-5(a)
(b)(2)(i) because tbe time limit is arbitrary
and discriminatory against the Contractor.
Others can request greater rights at any time~

Tnere is no reason to preclude a Contractor
from being -in the same position.

In S 1-9.107-5(a) (b) (2) (ii), after (ii) (B)
insert as new subparagraphs:

(C) Acquisition of such rights is not in­
consistent with the intent of Section l(a)
of the Presidential Memorandum of August

DISPOSITION

Rejected

SUbstantially
adopted

R~TIONl\LE

The peri~d is discretionary, but is
nece-ssary for good administration
practices.

The sense of the comment has been
adopted to conform with criteria stated
in 1971 Presidential Policy Statement
Section l(a), La s t j par aqr-aph , However,
the suggestea prov~s~ons have been made
part of the added S 1-9.109-6, instead .
of a part of the Patent Rights clause
as suggested~

,,'I
~~

"I

57



!l 1-9'.107-5 ClatTses for domestiC" corrt:racts_ Icont'd~)

(a) Patent Rights clause- Option in the ·G~ernment. (cont'd.)

(b) Disposition of fights. (cont'd.}

(D) (If not a primary object af the contract),
that the' public Lnt-ezear; would be-served.
cakinq into account the intentions of the
Contractor to bring the inv~ntion to the
po.Ln t, of comnrerc i-e l, application ""

SUBMITTED BY

CODSIA
(conc ' a.)

COMMENT

23, 1971. and

DISPOSITION . RATIONALE

JUSTICE
(RYAN)

(& )
(WERTH)

In!l 1-9.I05(a}(b)(Z)(iii), line 3. delete the
word L8"~,,w4"!!7and substitute -- pFovide the
Government with information --i

line 3, ·after the
word "nequeatr" insert -.,- so as to allow the
latter to determine, if such dete.:r::minatio:l .
is possible or feasible ~-; and

line 4, delete the
word. Ai4.!7 and in'se:rt -~ the Contractor's·,

The- responsibility for information-givinq is
with the Contractor, and f(jr judgment-making
with the GoveI:nm@t.

!l 1-9.107-5 (a) (b) (2) (fil) should mandatorily
require that the ccnt.xactrox establish. the
likelihood tha_t the invent-ion will be more
expeditious.lydevelope.d to the point of
practical application under his plan by
Government licensing or dedicatiorr~ This

. can be accomplished hy delEl'ting ;i;l'<>,,-reqt>e"t:,:r
from the last sentence of (iii).- -

Substantially,
adoptF..d

Sub.sctantiaJ.I!i'
adopted,

st'

Added !l 1-9.109-6 provide for the
contractor to submit information in
h~s possession regarding a greater
r±ghts determination and for the
agency to make findings based on the
information attained by the agency.

Added S 1-9.109-6(a) (1) (v} requires the
contractor -to provide the information
suggested by the commentor as part of
his request for a greater rights
determination a



\)

!I 1-9.107-5 Clauses: fo:- d\:IIIIe..tic tl<In.t:raet:so~ ~cQ;nt:.'d-}

(a) Patent RiqhtsC'lausE> -ffiltton in the Gave:mnrent. _ (cdnt'd!"l

(b) Disposition gf l'igbts_ tc;out'-d..J

m
f

SUBMITTED BY

HEW

COMMENT'

it 1-9.l07-5(a) (b) (2)(iii).- The second sentence
of: this- section. is- a requirement- over and above
tha-t of the Pre-sident r s S-tatement.. an Patent
POLiCy_ Further, the "facts that -the corrtr actxrr
wouldrieed to' know in ordeJ: to -accomplish -what
is requested. are' in the hands of- the Government
agency involved" and not nec,essaril.y ava.ilcible
to the contractor... -Without agency advice, _.the
contractor _could not possibly advise whetheJ;
Gov-ernment licensing or dedicationwoti4J,. moze
effectively bring th'" invention toe the ma>:ket-­
place.

D!SPOSI'l'TON

suhstantiaUy
adopted

;,"7

RM:tON1\LE

The, revised language provides more
appropriate language to define the
actual situa t.Lon s



S.,1-9.107-5 Clauses for domestic contracts. (cont'd.)

(a) Patent Rights clause - Option in .theGo:vernment-. _ (cont'p..-)

(c.) Minimum rights granted to theGovernment~

(I) The Contractor--agrees. to and does hereby· grant to the Government a nonexclusive, noncxansfe.rab.l.e ,
pai.d-eup license t.otmake , use, and sell the invention throughout. the 'world by or on behalf o f .. the Government of the
U'n-ited States (including any Governmentagerrcy) and S'tates and domest-ic municipal governments ..

(2) With respect to each subjec~ invention to which the Con~ract6r has principal or exclusive rights, the
Contractor further_ag~ees to grant, upon request of the Government, an exclusive or nonexclusive license on terms
that are reasonable under the circumstances to responsible applicants.

(i) 'Unlessthe Contractor! his licensee, ·orhis' assignee demonstrates to the' Government, at its
request, that effective steps have been t~ken within 3 years after a patent issues on such invention to bring the
invention to the.point of practical application or that the invention' has been made available for licensing royalty­
free or on terms t:ttat are'reasonable in the circumstances, or can show cause why the principal. or exclusive rights
should be r-eeadned for a 'further- period 0'£ time: or

(ii) To the extent that. the invention is required for public use by governmental regulations or' as may.
be necessary to fulfill public .health, safety, or. welfare needs, or for other public purpos-es: stipulated in the
contract.

SUBMITTED. BY

COMMERCE

NASA

COMMENT

.!l 1-9.107-5 (a) (c) (1), line 2, ·cancel ~7 and
inser.t -~ each sub"j.ect -- '"' -- -

Language of!l1-9.l07-5(a).(c) (1) should be modi­
fied to. state 't.ha t; the contractor agrees not to
sue the Government on the patent he obtains
covering ~ subject invention whenever the Govern­
ment directly or on its behalf makes,uses, or

DISPOSITION

Adopted

Not
adopted

RATIONALE

Revisioc is consistent with other
sections af the regulation.

Present language is consistent with
Presidential Statement.

The background rights implications of
this comment are being considered by
the E~ecutive Subcommittee of the

to



II 1-9.107~5 Clauses for domestic contracts. (cont'd.'

(a) Patent Rights clause -~ Option in the Governrnent.- (co.nt~d_)

(c) Minimum rights granted to the 'Government. (cont'd,.J

The,'subparagraph also' .atiaties that the contractor
grants to the Government a nonexclusive license
to make, use, and'sell "the Lnv errt Lonv, First
of a L'l,, it -would appear that- the word "invention"
ahotrLd be "subject invention",-butmore bas.Lc ,
this provision should ,be a subprovision of
paragraph (c)(2) rather than being an inde- _Adopted
pendent paragraph. The reason fort'his is .that
it is NASA's view that a contractor need only
grant the Government a II license" to those- in­
ventions_wi~h respect to which the contractor
has obtained the principal or exclusive rights~

SUBMITTED BY

NASA
(cont'd.)

POSTAL
SERvICE

COMMENT

sells: the subject invention, rather than con­
tt.nue the use of patent terminology " a license'
to make, use, and sell the invention.

Sine-e the term "subject· invention 11 has been
chosen for use in referring to any invention
subject- ,to. the terms of the contract c l auae
prescribed in !l 1-9.107-5 (a), that term
rather than the bare word "LnventLon" should
be used in (c) (1) cavering the Government's
minimum rights~

DISPOSITION

Adopted

0/

RATIONALE

Committee and are to 'be resolved
independent from consideration of the
F.PR for later addition to the FPR.
Also see CODSIA (pg.62) anQ DOD
comments (pg.63). See rat~onale to
Commerce comment on page 60.

'License.-to Government where it takes
title seems unnecessary.S·ee---- -----"--... .._----:
rationale' toAEe comment on page 64. ~-----"

See ~ationale to Commerce comment
on page 6·0.



)

S 1~9.107-5 ClauSes for domestic .concraccs, (cont'd.)

(a) Fatent Rights .·clause - Option in the Government. (cont'd,.} ,

(c) Minimum rights granted to the Government. ,(cont'd.)

SUBMITTED BY COMMENT DISPOSITION RATIONALE

Nat
Adapted

,!..~~
.~~.

NASA The" proposed FPR patent c l.auae , in agopt'ing many
of the provisions and language of the ASPR patent
rights clause', continue to, pe r-pe tiua.tie 'a misunder....
standing of _the scope 'of th~s clause. Reference is
made to the Court of Claims interpretation of the
DOD 'patent: rights clause in their Mine Safety, AMP,
and Technitrol decisions.' The Court's interpreta­
tion is based upon the broad definition of-Subject
Invention in the ASPR; and, the contractorls grant
to the Government cfa royalty-free, license to
practice' each Subject Invention throughout the world

'even though the Subject Invention may never be' filed
as a I(atent or is,. a.n fact, unpatieritiab Le., ,The
Court. S interpretCition of these provisions indicate's
that the Goyernment has obtained broader rights than
the operating agencies had anticipated and that the
patent rights. clauses, base.d on the above definitions
and provisions, have nothing to do with normally
understood principles of patent law~As a matter
of contract interpretation, the Court determined
that.. the Government had had the positive right to
make or use Subject Inventions which may include a
royalty~freer~ght in the contractor's background
patents. to the extent 'such patents are necessary in
the making or using of items or processes covered ,by
SubjectInventions~ In the Technitrol decision, the
court ; rather than limiting thetem 1I'licenseto
l?ractice ll .to .what it is commonly understood to. D'e
~n the patent law, that is, an agreement not to sue
the Government an the applicable patent, stated the
proposition that the patent ri~htsclause granted
to the Government a positive r1ght to make or use
as unreported subject invention.

61a

See--rationale for NASA comment on
page 60.



S 1"'9.107"':5 c Iauees- fo r domes.e i c. correr-acesr. (cont'd.)

{a} Patent Riqhtsclause - Option in the'Gove:r:urnent_ (cont'd... )

(c) MinimUc"ll :r:ights g:r:anted ta th~ GaveJ:nment. (cont'd. )

SUBMITTED BY

CODSIA

NSF

cOMMeNT: .

S 1-9.101-5 (a) (e) (1) , line 1, delete fJa~7 and
insert ---Whenevertheprin~ipalO~,exclusive

rights to an inventiancremain in the Con­
tractor, -, the --'.. To- conform wd.tih Statement.

At end of (c)(l), add
the een'eence -_. Nothing herein shcillimuly
a' licens'e, to the Government .under any back­
ground or third party patent: or be construed
as affecting the scope oEany license or other
right otherwiseqrarit-ed to the Gavernment
under anypateht~ --. Any license other than
those under sUbject inventions should-be pro­
vided for spec£fically. Thepraposed-language
could be 'construed to require a contractor to
obtain, if pQss-ibLe~ licens,e,s;under dominating
patents- to which Contractor has no rights-_

Without ve:r:y c.areful :r:eading, ili 1-!j..107-5 (a}
(clappears to be incorisistent.-withthepur--­
pose of S 1_9.107-5 (a) (b). This could be
clarified by an ~nt'roductory statement, in
(c) that -sher-e the GOITernment pe_its qreater
.rLqht-e in inventions to zemaan with the con....
tra,ctor-,then the following' minimum rights
will be granted to the Government.. This
comment applies~ in reverser toS~hsection

(d) as welL

DIS POS n-XON·

Substantially
adopted

Not
adopted

SUhsta:llti~
adopted

~ ......

RATIONALE

See rationale for AEC comment on
page 64.

See rationale to NASA _comment on page
60.

See rationale for AEC comment on
page 64.



S 1-9.107-5 Ch.uses for domestic continact.s ; (cent'd.l

(a) patent Rights clause - Option in the Governrnent:_ (cant' d.)

(c) Minimum r.iq?ts granted to the Governrnent.,(cont'd.,) .

SUBMITTED BY

DOD

COMMENT

g l-9.l07-5(a) (c)(l). Delete £e!'l""eeS-ioo-",,,d
aeee~fie~eey-~~aR~ and insert -_. hereby grants
and' add the following sentence to give effect to
the worldwide- lic.ense granted to the Government:".

The'Contractor agrees to make ,appropriate
arrangements 'in licensing Subject Inventions
to avoid royalty charges on procurements~ in­
volving Government funds or funds otherwise
derived through the Government (includ.inq
funds -derived through the -Military Assis't
ancePr6qram ct·'the Government) or to refund
any amounts ,received by the Contractor with
'r'aspect to such, charges. ,--

Add the following
sentence to avoid any: implication of agency'
intent to acquire rights in acontractor1s
background patents:

Nothing contained in this clause shalt be
deernedto grant any rights withrespe£t
to -any invention other than a Subject
Inven't ion.

g 1-9.107-5 (a)(cl (2) (iL). Change the terminal
portion to read. "a.zLpu.Latied in ..@t1·~.7 .:!;,..h:is
cont.cect- .."

DIS1!OSITION

Adopted

Substantia1.ly
adopted

Not
adopted

Adopted

~3

Ri\:r'.I.CJNA):,E

Deletion made for clarity purposes.

Insure that .the Government's ,license
is truly royalty-free in which the
Government may only provide part of
the funds.

See rationale to NASA comment on page
60.

,Editorial correction.



S 1-9.107-5 Clauses for domestic contracts .. (cont' d , ]

(a) Patent Rights clause - Option in the Government. (cont'd.)

(c) Minimum rights granted to the Government. (cant "d ; }

"Minimum rights granted' to the Government ..
with respect to each ~ubject Invention to which
the Contractor acquires principal or exclu­
sive rights, the Contractor:

(1) Agrees to and does hereby grant to the
Government, a nonexclusive, nontransferable,
paid-up license to make, use, and sell the
Inventionthraughout the world by or on behalf
of the Government of the united States (including
any' Government agency) and States and domestic
municipal governments, and

(2) Agrees to grant, upon request o£ the
Government, an exclusive or nonexclusive license
on terms that are reasonahle under the circum­
stances to responsible applicant(s).

SUBMITTED BY

AEC

COMMERCE

JUSTICE
(WERTH)

COMMEN'l'

!!9.107-5(a)(c) - It is believed that subpara­
graphs (1) and (2) could be shortened and clari-
f i.ed ; without changing the corrtent; , The -follow-
ing rephrasing of these twa paragraphs is sug­
gested:

!! 1-9.107-5 (a) (c) (2), delete L~7

!! 1-9.107-5(a) (c) (2), line 2, delete /;-UFQG
~-et1"c1e5-t.-M-~he-~e3:fl:mefl.:E:z7.. -

DISPOSITION

Substantially
adopted

Adopted

Rejected

RATION1\LE

With exception there should be (;)
after "a pp l i c a n t (s ) ", not (.).
This takes care of NASA and DOT
suggestion.

Also note CODSIAand DOD language
changes ..

This revision also takes ·care of the
Commerce, NASA and Postal Service
comment z e La t.Lnq to .subject Lnventrion,

This review also accommodates the DOD
comment on page 63 regarding the words
"hereby grants".

This revision also disposes of the
Commerce, SBA, DOT, Interior,· HEW and
ABC comments regarding changing the
period (.) at the end of (c) (2) to a
comrna__

Original. punctuation inco~rect.

Language consistent with l(h) of the
Presidential Statement.

,I
,,;,,~

~~~,

0</



S 1-9.107-5 Clauses for.do~estic contracts. (cont'd.)

(a) Patent Rights clause oEtion in the Government. (cont'd.)

(c) Minimum rights' granted to the Government~

'-'~~

I

I
i SUBMITTED BY

SEA

(cont' d.)

COMMENT

SUbparagraphs (c}(2) (i) and (ii) of S 1~9.107-5

(a) are .not complete,sentences. They contain
subordinate clauses only. Period should be
deleted at end of (c)(2) and first letter of
words beginning subparagraphs (i) and. (ii)
should be changed to lower case.

DISPOSTION

Adopted

RATIONALE

Original punctuation was incorrect.

JUSTICE
(RYAN)

S l-9.lQ7-5(a} (c) (2) should make licensing manda- Rejected
tory by deleting the" provision for request byi t.he
Government insofar as it relates to the proviso
in (c) (2) (i).

In Sl-9.107-5(a)(c} (2)(i) it should be provided Rejected
that the-contractor shall license as provided in
S l-9.l07-5(a}(c}(2}, without the Government
having to request such licensing, upon expiration
of three years after patent issues, unless he or
his licensee or assignee demonstrates in a hearing
on the record open to all interesteaparties, and
after properrrotice in the Federal Register, that
effective steps have been, taken during the three~

year period to bring the invention to the point.
of 'practical application or that the invention
has been made available for licensing royal ty·-
free or on terms that are reasonable in the
circumstances, or can show cause Why the principal
or exclusive rights should be retained for a
further period of time. The showing of the action

taken towards practical application should include

G,.r

See rationale to Justice comment on
page 64.

This goes' past the requirement of the
Presidential Statement, and is believed
to be contrary to the intent of the
Statement. Further, to determine the
amount of time necessary to bring an
invention to the· marketplace is un­
predictable and an unnecessary ad­
ministrativeburden if conducted on an
ad hoc basis.---



S 1-9.107-5 Clauses~ for·domestic contracts. (cont'd.)

(a) Patent Rights clause OE.tion in the Government'. (corrt vd •.)

(c) Minimum rights granted to the Government. (cant "d , ]

SUBMITTED BY

JUSTICE
(RYAN)

COMMENT

a statement oithe contractor's expenditures to
th is end , TO.- meet _the objective of speedy
commercialization, wher~ it is established
that principal or exclusive rights should be
authorized and required to specify the dura­
ation .of such additional period of exclusivity
as maybe needed for bringing the invention
to the point' of practical application or to
accomplish licensing of ot-her-s. •.

DISPOSITION RATIONA·LE

(RYAN)
(& )

(WERTH)

INTERIOR

with respect to the Government J s reservation of Rej,ected
the 'right to require grant,ingot licenses unde r
!l 1-9.107-5 (a) (c) (2) (ii), we would add the pro-
vision, -- or in exceptional circumstances where
the department or agency head determines that a
grant of such license (5) is required in the
public interest.-- It ought to be possible to
devise general public interest criteria to pro~

vide flexibility far agency ac.t.Lon ..

!l 1-9.107-5 (al (c)(2) is apparently not correctly Adopted
punctuated as, it does not.. make eerrae when read
with subparagraphs (i) and (ii). The period at
the end of paragraph (2) should apparently be a
comma. In addition, although subparagraphs (i)
and (ii) are s t.a t.ed as alternatives, they are
not truealaternatives and as -a result this
paragraph is confusing to read.

tC

This goe's past the requirement of the
Presxdential Statement. Similar
language was proposed as. a ,....p"r; c:. i.nn
to the 1963 Statement and·-·wasaeIA;:'~Rn- ---~­

prior to the issuance of the 1971
Statement.

Punctuation originally incorrect ..



•

S 1.-9.107-5 Clauses for' domestic' contracts. (cont'd.)

(a) Patent Rights clause - Optio~ in the Government. (cont'd.)

{e} Minimum rights granted to the Government. (cont'd.)

,'",I
,

SUBMITTED BY

JUSTICE
(WERTH)

COM.MENT DIS POS IT ION

Section 1 9.107-5 (a) (c) (2) (i), line 1, cancel Rejected
1~_at_it$_~equest~7,and5ubstitutethere£or- -
~-by a showing of financial expenditures or
equivalent ina public record --.

Section 1-9.107-5(a)(c)(2) (ii), at end of Rejected
sent.er.ce , cancel L~7 and -after the word "contract"
add -- , -or in exceptional circumstances where
the head of the Government aq.ency determines
that .8 grant 0-£ such licensees) is required- in
the public interest.,--.

Section 1-9.107-5 (a) (c), add the following sub-. Rejected
paragraph -

(3)Whenever principal or exclusive rights
are granted to the contractor for a period
in excess of the 3 year period provided in
!l 1-9.107-5 (a) (c) (2) ti) the Government agency
shall specify the duration of such additional
period needed to bring the invention to the
point of_practical application or to accomplish
licehs ing of others. - .

c,,7

RATIONALE

Money is not onlyqriterion -for
judging performance, and "O:r equi­
valent"-is undefined. Further,
present language is consistent with
Presidential Statement.

See rationale to Justige comments
on page 66.

Outside the Presidential Statement.
Contractor has principal rights for
term of patent unless required to
license others by agency.



~ 1~9 .107-5 C1au.ses for dontes,t.ic corrczaccs , (cont'd.!

(a) Patent Rights clause,~ option in the GO;;TE;!irnment_, (contDd.....)

(c) Minimum. rtghts granted to the Government.. (conc'd.)

SUBMITTED BY COMMEN'l' '. D:ISPOSITTON' RATTONALE

Commentary
only

VA
(Prosthetic &

Sensory Aids
Service)

DOT

S 1~9.107-5(a)(c)(1). The option of providing
expLicit.paid~up licenses for state and domestic
municipal governments is relatively novel and seems
wise. In p.ros t.heti fcs; and probably in health fields
generally, state and local governments-prc~ide

rehab.ilitation andme:dical services (often 'With
Federarre~bursement) on a much larqer scale than
does- the veterans Admi.n i.atn-ar.i.on , State and local
agencies typically pttrchase directly from loc~L

art:ificial Limb facilities,l' for: example; w.ithaut:
checking on patent- s;tatus" l:Oya1ties/P etC'..

S. 1-9.107-5 (al (c) (1) and (2). It is suggested Adopted
that, t·hese two paragraphs be- combined. as follows·:
-~Withrespectto each subject invention to

which the Contractor has principal or exclu
sive-rights, the Contractor aqreesto.and
does hereby. grant to .the Government a non .. ,
exclusive, 'nontra?sferable, paid-up license
to make.,use,andse~l the invention thrOuqh~

out the' world' by or on beha-lf of the Govern:---.
ment' of the United States (including any
Government agency) and, States and domestic
municipal governments·, and the Contractor
further agrees t~ant,upon reguestof
the Government, an exclusive or nonexclus.ive
license on terrnsthatare reasonable under
the c~rcurnstances to responsible applicants;

t:1

See; rationa1.e to AEe comment en p~_ge 64.



)

It 1-9.107-5 Clauses fax domestic· eontl:acts. (CQl1.t"d.l

(a) patent Rights. clause .. Option in .the GoveI:nnterr~ lcont'd.1

(Cl Minirnwn l;iqh,ts gl;anted to the !i<?veI:mnent.. (cont'd.!

,~
SUBMITTED BY COMMENT DIS2QSITIQN l!.!l.TI.ONALE

DOT
(cone 'd.)

!lEW

It appears that the words "With respect to, each
subject inventiont"owhich the Contractor has
principal or exclusive. rights" aze app~icab;J..e_' to
both til and (2) of paragraph Ie.).

S 1..9.107-5Ia) (21. Line 3:, deIete L-7 and insert::' Ad<>pted
--.1.- -";"'. The license ,that· the contr:actoJ:'.· iare-
quil:ed togranf:: is- based on the conditions m
{L} and (ii). but the punctuation does not
indicate this. Left une)l:anged. i.t wOllld
appear the GOvernment co..1d. req..i,J:El license
onany'cQndition.",

1",9

Panctuation originally incorrect.



)

!l 1~9.l07-5 clauses for domestic contracts. (cont'd.)

(a) Patent Rights clause - Option in the Government.(cont'd.J

(d) Minimum rights to the Contractor.

(I) The' Government hereby grants to the Contractor a revocable nonexclusive, -royalt'y-free license on each
subject invention for the practice of the invention throughout the United States, its territories and possessions,
Puerto Rico, and the nistrictof Columbia. The license shall extend to the Contractor's existing and future
associated and affi~iatedcompan~esr if any, within the corporate st~ucture of whiCh the Contractor is a 'part and
shall be -nonassignable without approval by the. agency,. except' to the successor that part of the Contractor I s
business to which.the-invention pertains•.

(2) -With respect to each-- subject invention Lt.ceneed pursuant to ell,. the Contractor shall furnish written
reports to the agency, upon request" as to:

( L) The steps taken by the Contractor to bring the invention to' the point of practical applicat.l.oiif-"-'or

I
r

(ii) The manner and, extrerrt; to which he La practic:ingthe Inventrdcn ;

(3) The license may be revoked by the agency if the Contra<;tor:

(i) Defau~ts in making any ~eport required by (2)~ or

(ii) Willfully makes a false statement of a material fact or willfully omits a material fact in any.
report required by (2).

(4) The license, maya'lsa be: revoked by the eqency ifthe:r.e: 'Ls, 110 other nonexclusive Ll.cens'e in force and
the Contractor:

(i) Fails to bring the' invention to the point ofprac.tical applic~tionwithin 1 year after ~he

invention has been published by the GOvernment as available for nonexclusive licensing or within 6 months after
a patent has been Laaued on the invention, whichever. is earlier. or 'subject to the approval of the agency, within
a longer period: or

70



11 1-9.107-5 Clauses for domestiC' contracts. (cent.' d.)

(a) Patent Rights cTause '.~ Option in the Government. (cant 'd.)

(d) Minimum rights to the contractor. (cont'd. )

(ii) Brings the' irivention to the point of practica-l application within the period specified in (i)
but fails to continue to practice -tihe invention ..

(5) After termination of the period specified in 4(i), the agency may restrict the license granted to the
Contractor to the fields of use and the geographic areas in which the contractor is practicing the invention.

(6) Before revoking or restricting the license pursuant to (3), (4), or (5), the agency shall furnish the
Contractor wr Ltrt.en noc t.ce.ic f its .intention to neet-r-l.ct; or revoke the license and the Contractor shall be allowed
30 days after such noctce to furnish -the report required by (2) or to show cause why the license should not be
restric·ted or revoked. The decision of the officer authorized to -act; for the agency in this matter shall be final,
provided theContractar shaLl have the right to obtain review of the decision by the agency head in accordance with
agency procedure.

SUBMITTED BY COMMENT DISPOSITIOl)'l RATIOl)'ll\LE

AEC S 1-9_107-5 (a) (d) - This section's automatic grant Substantially
of a license to the contractor is not in conform~ adopted
ance with Section l(h)(i) of the President's
Statement of Aug-llst 23, 1971, which authorizes_,
but -does not requir_e such grant. In .add Lt i.on,
there are contractors who neither-need nor want
a license in Subject Inventions.. I.t is- therefo.re:
recommended that the. first 1 ine of subparagraph
(1) delete ffie........}"~"...,.t;§7 and substitute -- will
upon reguest grant

71

See rationale on AEC comment on
page 40.



S 1 ...-9..107-5 c Lauee.s fo:r domestic cont.r-act-s-; (cont'-d ..J

(a) Patent Rights clause - Option in the Government. (cont'd.)

-, (d) Minimum rights to the contxactor~ (cont' d.)

SUBMITTED BY

l\EC
(cont.t d)

COMMENT

The second sentence of!l l-9.l07-5(a)(d)(1)
qrant.s broad arid ill-defined l,icense rights to
affiiiates, etc. The wording might be construed
to grarit the license to foreign affiliates which
the agency wouId ,not otherw-ise. cQ,us:ider for:· l.ia""'·
ensing. It is alsQ noted that the section is
concerned with u. s~ license rights only. It is
therefore suggested that, as a minimum, the
word ...,. ... domestic -- be inserted before, "com-
pan i.es " •

DISPOSITION

Substantially
adopted

RATIONl\LE

Section l(i) of the Presidential
Statement contemplates a license to a
contractor in domestic and foreign
patent applications,anda'limitation
thereof to domestic subsidiaries and
affiliates of the contractor would he
consistent therewith.

Substantially
adopted

Nl\Sl\ The provisions of!l l-9.l07-5(a) (d) (1) indicate
that the Government grants the contractor a
revocable, royalty~free license in subject
inventions even though the contractor has not
requested such rights. Section l-9.l07-5(f)
contains aLternative provisions wherein ,the
contractor is granted an' irrevocable Lf.cenee
in subject inventions. Ifalternat.ive paragraph
(f) is used, the effect would be to r emove . all
utilization' reporting requirements' from. ehe- patent·
rights clause, even if the contractor was granted
principal or exclusive rights. Therefore. sub­
stitution should be between !l l-9.l07-5(fland
subparagraph (d)(l) Of the patent rights clause.

7);-

The requirements for Uutilization
reports II will only be made in those
situations where the contractor retains
principal rights and where the agency
intends to revoke the cbntractor~s

revocable license unless he can show
utilization of the invention~

A similar requirement now appears in
paragraph (c) (3) of S l-9.l07-5(a).



S' 1-9,~l07-5 C.lauses·,for domestic" contracts. (cont'd. )

(a) Patent Rights clause 0:e.t iorr in the Government. (cont 'd.)

(d) Minimum rights to the contractor. (conr ' d , )

'S;~_
SUBMITTED BY COMMENT bISPOSITION RATIONALE

NASA
(cont; "d , )

Further. the only choice presented by the FPR, Rejected
with regard to licenses granted to contractors
on s-ubject "inventions, is that the license be
granted. or revoked as a part of, the paten't
rights -clause... The pz-eaerrt; pract·ic:e of marty"
Government agencies is to grant contractors
licenses in subject inventions on~y after
specific request is made therefor or, in the
case of'NASA, to grant such licenses under its
licensing program~ Wnen these licenses are
granted under the NASA licensing program, re~

vocation of the license granted to the contracto~

is pursuant to our Li.censLnq regulations r at.he.r
than our contract clause. We WQu~d recommend
that agencies be permitted to omit the, license
granted to contra.cto~s from the patent clause and
that the licens'e and zevocatton provisions -for
licenses- in these situat,ionsbemade a d i.s-:
cretionary part of the GSA Lf.cens ing r,egulat1.ons ..

A number of alternative provisions have
been provided for granting minimum
rights in subject inventions consistent
with the flexibility of the Presidential
Statement. It has been determined that.
it is more appropriate to provide a
proc~dure in the Patent Rights clause
for reaching the contractor I s rights' in
a s·ubject invention, rather than to
provide for the application qf the
revocation procedures in the GSA patent
licensing regulations~

CODSIA B l-9.107-5(a) (d) (1), line 1, delete £:..7 and
substitute therefor, -~an irrevocable. or --.

line 2, insert --world
including the ~_. before the words "United
g t a t.e s v , To conform with Statement ...

Rejected Inclusion of "an irrevocable or" would
tender scope of l1cense reserved in­
definite. l-9.l07-5(g) provides.for

1
substitution of a sunparagraph 1n the
clause where an irrevocable'license is
to be reserved •

. ' ,Substantiallv--The license reserved to the contractor
adopted - should be coextensive with the patent

applications filed throughout the world.

73



>I 1-9.1.07-5. Clauses for domestic contracts. (cant 'd.)

(a) Patent Riqhts-~lause - Option in the Government. (coot 'd. )

(d) Minimum rights to the contractor. (cant' d.)

SUBMITTED BY

CODSIA
(cant' d. 1

COMMEN'r

s 1-9.107-5 (a) (dl (1)., line 5, after the word
"par-t;" I insert --' together with' the J: ight to
grant-sublicenses' of the same scope to the
extent the Contractor was legally obligated
to do so at the time the contract was awarded,
To permit Contractor to comply with a third
party agreement entered into independently of,
arid prior to the time of the award of, the
Government-contract.

DISPOSITION

Adopted

RATIONALE

Reason provided by·the commentor.

!! 1-9.107-5 (a) (d)(2). line 1. delete every- Rejected
thing af.ter (1), and insert -- upon which the
Agency determines that some degree of exclu-
sivity.may be necessary to. encourage-further
development and commercialization of the
invention.and others are willing to work the
invention on an exclusive license basis, the
Contractor shall, upon request, furnish
written reports to the Agency asto~nether or
not, he' is working the ','invention. If, after a
determination of necessary exclusiv'ity, , it
aopears the Contractor' is not. working any
such invention, his license therein ,may be
revoked. (TO conform with Statement.) It
strengthens 'the logical, relationship of
this paragraph to the 'cont.ant.s of ~.107-5Ia}(d) (U ~

7'/

Revised language permits the agencies
to comply with the data acquisition
of Section 3(b) of the Presidential
Statement.

'--'--'_._~'--~------~-.'-~



S 1-9.107-5 (a) Clauses for domes.tic contracts. (conc.t d s.)

-'\

(a) Patent Rights clause - Option in the Government. (cont'd. )

(d) MinLmum rights to the contractor. (cont; "d , ]

SUBMITTED BY

DOD

CO:-\I·lENT

Change title to read "Minimum rights reserved
to the Contractor .1.1

DISPOSITION

Rejected

RATIONALE

Not considered necessary in Title.

S 1-9.107-S(a)(d)(1). Delete the first sentence
and insert ~- Except as provided in (f) below, a
nonexclusive royalty-free license is reserved to
the Contractor to practice each Subject Invention
throughout the world. --

Substantially Revised language endorses the concepts
aNnpted suggested.

Delete S 1-9.107-5(a)(d)(2)and (3). The Presi­
dent's Statement does not call for the reports
referred to in these subparagraphs.

S 1-9.107-5 (a) (d) (4), (5) and (6) • Simplify
into' a single subparagraph reading as follows:

(2) The license may be revoked or,restricted
to the extent that it would be inconsistent
with any exclusive license granted pursuant
~ency regulatio~s. Before revoking or
restricting the license the agency shall fur­
nish the Contractor written notice of its
intention to restrict or revoke the license
and- allow the Contractor 30 days-to show cause
why the license should not be restricted" or
revoked. The decision of the officer authbr­
izedto act for the agency in this. matte.r
shall be final, pro7ided the Contractor shall
have the right to obtain review of the decl'sion
by the agency head in accordance with agency ­
-lJrocedll re

Substantially
adopted

Substantially
adopted

--7°

Use reports will be required only upon
impendlng revocation of a contractor's
license.

Revised language substantially ac­
commodates the proposal for reasons
stated.



!l 1-9.107-5 Clauses for domestic contracts. (cont'd.l

(a) Patent Rights clause Option in the Government. (cont'd.l

(d) Minimum rights to the contractor. (cont'd.)

SUBMITTED BY COMMENT DISPOSITION RATIONALE

NASA S l-9.l07-5(a) (d)(2), the contractor is required Rejected
to furnish written reports to the agencies on the
steps he has taken-to hringthe invention to the
point of practical application. This provision
would seem to apply only to the case where the
Government has retained the principal or exclu-
sive rights to the subject invention. lIt would Withdrawn
appear that this reporting provision would be
more applicable to Section {c} on Minimum
Rights Granted to the Government,jand in any Substantially
event, should only apply to the subject inventions Acconunodated
upon which a patent application has been filed.

See rationale to the DOD comments on
page 75 pertaining to utilization
reports.

Language of 9 l-9.l07-5(a) (d) (2) as
revised substantially accommodates
this part.

JUSTICE
(WERTH)

S l-9.l07-5(d) (2), line 2, delete ;;-ypga
reqnesti! ahd insert -- at time intervals set by
the agency and such other times as may be re­
quested by the Government agency --.

Rejected Specific nature or "upon reque,st"
appears to better lend itself to
inclusion in implementation instruc­
tions of individual agencies.

(RY2\N) The reports required under Sl-9.107-5(a)(d)(2) Rejected
should be mandatory at stated intervals, with the
agency having the right to request reports at any
other. time. Stating in the contract when reports
will be submitted is'. consistent with the "upo n
.requeat;" provision of the president's atat.cmcnt ,'

7'

Revised section only requires such
reports when requested by agency in
furtherance of an application for an
exclusive license.



S 1-9.107-5 Clauses for domestic contracts. (cont'd.)

(a) Patent Rights clause - Option in the Government. (cont'd.)

(d) Minimum rights to the Contractor. (conc vd ,.)

d

~~,

i.~.

SUBMITTED BY

AMA
(Chrysler
Corp ­
Talburtt)

COM.'lENT DISPOSITION

!l 1-9.107-5 (a) (d) (4) (i). The. time periods speci- Rejected
tied are much too shar:t and. both the one year
period and the 6-month period rec~ted in this
particular- clause should be increased to 3 ye,ars ..
It is forseeable that.. the necessary work and ex-
pense involved in bringing invention to the point
of' practical app.I ica,t ion may be dependent on- the
actual. issuance or allowance of the corresponding
patentFand thus, a period of 3 years is believed,
to be quite realistic and necessary for ~~e pro-
tection of' tihe concracto r-d.nventoz ..

Unless the extended period 'herein requested~

namely~ 3 years for. bringing the invention to
the. point of practical application is grantedr it
is believ.ed the sections (d) (4) (i), and (d) (4) (Li),
and (d) (5) would work an injustice against the in­
ventor ~nd particularly the small inventor who
requires time and financing to extend the practicing
of his invention to a point where it may be sub­
stantially developed for its various fields of use

.and the geographic areas in which the Inven cor r Ls
practicing' the invention.

I submit· that thehexeinrequested amendment to
!l 1-9.107-5 (a) (d) (4) (L) is a necessary and reason­
able amendment to the proposed FPR concerning the
disp,osi.tion of patent, rights...

77

RATIONALE

Revocation is not to occur until an
exclusive license application has 'been
received and the agencies decide to
grant the "exclusiv.e license. II Under
the GSA Patent Licensing Regulations,
the 6-month period is a bare minimum
and normally, the period will be sub­
stantially longer.



g 1-9.107-5 Clau~eg far domestic contracts. {cant"d.}

(a) Patent Rights clause - Option in the Governmenta (cont'd ..}

(d) Minimum rights to theCorrtractor'", (cont'ld >

Delete g l-9.l07-5(a}(d)(4} (ii). If the con~ Adopted
tractor brought the invention into use, he
should not be penalized by revoking his license
for failure to continue practicing the invention.
He may have only temporarily .discontinued prac-
t icing. the invention. and should not be kept
from picking it up again in thefuture.•_.

I

SUBMITTED BY

CODSIA

COMMENT

In!! l-9.10T-5(a} (d}(2), delete (i) and (ii) in
their entirety. Also delete all of g 1~9.l0T-5

(a)(d}(3). These paragraphs are no longer nec­
essary in view of the preceding revision_ The
deletion is also apP~Qpriatebecausethe items
have no basis, in the Statement.

In S 1-9.l0T-5(al(dJ(4}(i). line I, insert
-- take, steps to --, after the words "Fails to".
The proposed statement is unreasonably severe~

It should be permissible for a Contractor to
avoid revocation when he is taking positive
steps to bring the invention to the point of
practical application~

DISPOSITION

Adopted
in part.

Adopted

RATID;llA'LE

Revised section only requires reports
when an agency .is considering the
grant of 'an exclusive Ld.oenae ,

Revised language takes into considera­
tionthe steps taken or to be taken
by the Contractor to bring the in­
vention {o the. point of practical
application.

. --------------.~---~
The· revised language does ·not- exclude
consideration of temporary dis­
continuance of .use.

,I

~,

78'

<~ '""'""""".



')

g 1-9.107-5 Clauses for domestic contracts. (cant'd.)

(a) Patent Rights clause - Option in the Government. , (cant'd ..)

(d) Minimum rights to the Contractor. (cont'd.)

SUBMITTED BY

CODSIA
(cant' d. )

COMMENT

!! i-9.107-5(a){d){51. line 2, after the word
"Contractor II insert -- intends- to -bring the in­
vention to the point of practical application,
unless he -~~ The proposed-FPR states an un­
reasonable· and. unjustifiable requirerrt'ent... No
one should be' expected to work an, invention,
at any point in time, everywhere it. could
possibly' be worked. Working of the invention
should be enough to permit the Contractor: to
practice the invention in whatever field and
whereve~he wants... Otherwise, the incentive
to work the irivent'ion at all may be- diminished ..,

Renumbez (d)(4), (d)(5) and (d)(6) to (d)(3),
(d) (4) and (d) (5) respectively, and add the
following new paragraphs:
--(6) parag~aph Cd) il) is of no effect as to

any subject invention in a patent aoplication
filed prior to' execution of this contract.
The Government hereby grants to the contractor
an' irrevocable, .nonexclusive, royalty-free
license on each subject invention in a· patent
application filed prior to the execution of
this contract. The license is for the practice
of the invention throughout the world including
the United States, its territories and pos­
sessions. Puerto Rico, arid the District of
cQlumbl.a. The I~cense Sl'ihll extend to tile

DIS POSITION

Adopted

Substantially
adopted

RATIONALE

The revised ianguG:J9~ does not exclude
consideration of a definite intent
to bring the invention to the point
of practical application.

------'
/~ ..---' -~---_.,,-

Revised language of S 1~9.l07~4(e)

permits agency to grant an irrevocable
nonexclusive license at its option
The provision for exercising this
option has been added in!! l-9.l07-5(h).

79



S 1-9.107-5 Clauses for domestic contracts. (cant ·d.)

(a) Patent Rights clause - Option in the Government. (cont1d.)

(d) Minimum rights to the Contractor~ (cont'd. )

SUBMITTED BY COMMENT DISPOSITION RATIONALE

CODSIA
(cont'd.)

contractor's existing and future associated. and
affiliated companies, if any. within the corpor­
ate structure of which the contracto6 is. a part,
together with the right to grant sublicenses of
the same scope to the extent the contractor was
legally obligated to ao so at the time the
contract wasawarded,_ and shall be nonassignable
without approval by the Agency, except to the
successor of that part of the.contractor1s
business to which the invention pertains.

(7) Paragraph (d)lI) is of no -effect as to Rejected
any subject invention that is in a field of
technology in which the contractor has a techni-
calor commercial competence. The Government
hereby grants to the contractor an irrevocable,
nonexclusive, royalty-free license on each
subject invention that is in a 'field of techno-
logy in which the contractor has acquired
a technical comPetence, directly related to an
area in which'theContractor has an established
non-Governmentalcomrnercial.position. The lic~

ense ,is for the practice of the, invention
throughout the world~including the United
States, its.territories and possessions,
Puerto Rico, and the' District of columbia.

?2'

The revised language does not exclude
consideration of the contractors
definite intent to bring the invention
to the point of practical application
in a field of technology in which he
has acquired a technical competence.



S 1-9.107-5 Clauses for domestic contracts. (cant' d.)

(a) Patent Rights clause - Ootion in the Government. (cant 'd. )

"'-.~
(d) Minim~~ rights to the Contractor. (cant'd.)

SUBMITTED BY COM-MENT DISPOSITION RATIONALE

CODSIA
(cant'd.l

The license shall extend to the contractoy1s
existing and future associated and affiliated
companies, if any, within the corporate
structure .of which the contractor is a part,
together with the right to grant sublicenses
of the same scope to the extent the contractor
was legally obligated to do so at the time the
contract was awarded, and shall be nonassignable
without approval by the Agency, except to the
successor of that part of the co~tractor's

business to which the invention pertains. --

In keeping with the Statement, the Agency heads
should effect the policy's greater latitude to
grant to contractors additional rights to Govern­
ment-sponsored inventions. Accordingly, there
should be a specific provision (Lc e ..; item "(6}1J
h~rein), to. grant an irrevocable license toa
contractor, who, prior to the award of the con­
tract, constructively reduced to practice the
sUbject invention WhlCh was first actually
reduced to practice under the contract. Thus,
prior to the award of the contract, the con-.
tractor would have either a patent application
or a ~atent. corresEondingly, in those situations,
(see a t.em 1I(7)" her e Ln} where the Contractor has a
technical or commercial competence, he should re~

ceive an irrevocable license whenever the subject
invention is in a field of technology within the

??/



S 1-9.107-5 Clauses fo~ domestic cont.rac t s , (cont 'd.)

(a) Patent Rights clause - Option in the Government. (cont'd.)

(d) Minilllurn ~ights to the Contractor.~ (cont 'd.)

SUBMITTED BY

CODSIA
(cont 'd.)

GSA

JUSTICE
(RYAN)

COMMENT

contractor's competence. This provision will
further the direction and intent, of the State­
ment because it is sucha contractor who, ordi­
narilymore than any other, will do more to
commercialize the invention so long as he has
the incentive of irrevocable rights therein.
Revocable rights will not be an incentive to
the contractor.

8 1-9.107-5 (a) (d)(6). The decision of the
officer is not final because it may be reviewed
by the agency head, and it does not say that the
latter l s decision shall be. final and not sub­
ject to the Disputes clause. Such a statement
should be added.

8 l-9.l07-5(a) (d)(6). Where proceedings to
revoke or restrict a license are dropped upon
the contractor's action, tpe decision of the
agency should be made a matter of public
record in the Federal Register, together with
a statement of-the basis for the agency action,
which should include the data submitted by the
contractor in establishing why the license
should not be revoked or restricted, except
that the published record need not contain
~eports submitted pu~suant to 8 l-9.l07-5(a)
(d) (2).

DIS POS ITIOY

Substantially
adapted'

Rejected

);l,>-

RATIONALE

Last sentence of subparagraph (d)
f3), as revi~ed, orS 1-9.l07-5(a)
states that the contractor may appeal
the agency's decision, pursuant to the
agency's procedures.

Unnecessarily burdensome. Purpose
served is considered unwarranted.



"
:s 1-9.107-5 ClauseS for domestic contracts. (cont'd.)

{a} Patent Rights clause - Option in theGOv:ernment.

(<I) Minimum rights to the Contractor.. (Co:1t'd.)

(Cant'd.}

SUBMITTED BY

l'OSTAL
SERVICE

COMMENT

It is not clear whether the. intent of the clause
cited in paragraph 1-9.107-5 (a) (d) (6) is ta
reflect appeal rights under the Disputes Clause
normally included in all Government contracts,
or whether it is intended to create a- separate
and different type of appe~ right and proceaux:e_

DISPOSITION

SUbstantially
adopted

EATTONALE

See rationale to GSA comment on
page 82.

ABA
(LANE)

In !l 1-9~107~5(a)(d)(6), the provision for Substantially See above.
finality may well be in violation of the Wunder~ adopted
Iich Act. It seems to us that a dispute over
propriety of revocation or restriction of a
license would be a dispute of fact or law with~

in theD'isputes clause and th-e Wunderlich Act,
and that therefore the decision of the authorized
officer could only have limited finality. It
would be simple to provide here that the afficer1,s
decision shall be subject to appeal under the
Disputes clause ..,

,j

~l

t,ii
DOT. s 1-9.1D7-5{a)(d)(6). This paragraph provides that

the decision of·the Contracting Officer shall he
final, provided the contractor snaLl have the right
to obtain review of the decision by the agency head
in accordance with. agency procedure. The clause
should make the decision of the Contracting Office4
s'.lb-jectto the. tOisputes I Clause of the contract.

55':3

Substantially See above.
adopted



91-9.107-5 Clauses for domestic contracts. (cont'd.)

(a) Patent Rights· clause Option in the Government. (cont'd_}

(d) Minimum rights to the contractor. (cont'd.)

SUBMITTED BY COMMENT DISPOSITION RATIONALE

Substantially
adopted

'

,1,:

I
i

HEW The guarantee of a nonexclusive license to the
contractor at the time of contract is contrary
to the policy of this Department and to ease
in administering a licensing program. Attach-·
ment #2 at the end of the COMMENT sectiOn reflects
HEW's current- policy regarding the grant of non:....~
exclusive licens-es to correr-actoxe, The pz'opos ed
clauses' suggested mforma grant of nonexclusive
licenses through the contract creates a sub­
stantial administrative problem to any agency
actively licensing its patent portfolio, sinbe
this would require administration of a sub­
stantially larger nUmber of licenses than
required under a situation where licenses are
granted on a case~by~case basis~ rtis recqm­
mended that this paragraph by re-analyzed.
especially in the light of the. G~A licensing
regulations,..

~/.;'

See disposition of AEC comm$nt on
page. 40. Taken care of by the
a~ternative subparagraph~~



S 1-9.107-5 Clauses fbX: domestic contreactis , (cont'd.)

(a) Patent Rights clause - Option in the Government (cont'd.)

(e) Invention disclosures and reports. For each subject invention"of,theeontraetor, the Contractor shall fur~

nish the contractingOfficex::

(1) A. complete t echn t.ca'L disclosure, promptly after .concept Lon or first actual reduction to pra,.ctice,
whichever occurs first under the contract (such disclosure shall identify ,the contract. and inventor·and be suf..;.
ficiently comple.te in technical detail. to convey to one skilled' in the art 'to_which the invention pertains a clear
understanding of the nature, purpose, .operation, and to' the extent known the physical, chemical, biological, or
electrical characteristics o f the Lnvent.Lon)e

(2)
inventions
reportable

Interim reports at least every 12 months from the:date of the contract. each report listing all such
made under the contract and not listed on a prior interim report, or cer~ifying that there are no
invent:ions; and

(3) A final report, prior to final settlement of thiS"C'ontr-ac:t, listing all such inventions including all
those previously listed in interim reports'l- or ce,x:tifyingthat ,there were no reportable inventions.

M'~"~-TED BY CO~'lENT DISPOSITION RATIONALE

NSF (The reportlJl'g re.quir';ments. included in SC. 1-9 .107_.5J Rejected
(a) (e) appear' inconsistent with the spirit of the
President's policy and should possibly be left to
a-gency implementation insofar. as reporting is con- _ .
concerned) (The same applies to 1-9.1.07-5 (a) (f) JSubstantialLy
and in view of the nature. of the regulation, it ,adopted
is suggested that paragraph (f) on forfeiture be
deleted.) .

9$;

Uniform reporting requirements are
desirable.

The forfieture provisions are applicablE
only to the LONG FORM Patent Rights
clauses, S 1-9.107-5(a), (b) and (c).
The Shott Form Patent clauses of
S l-9.107-6(a) , (b) and (c), which omit
the forfeiture clause, may be used by
an a~ency when contracting with non­
prof~t Qrganization9' Contract9 with
~nonprof~t organ~zat~ons for bas~cor

applied R&D may use the Short Form
Patent Rights clause. .



9 1-9.107-5 Clauses for domestic contracts. (cont'd.)

(a) Patent Rights clause - Option in the Governmen't .. (cont t d , )

(e) Invention disclosures and reports. (cont'd.)

SUBMITTED BY

VA
(PROSTOETIC &

SENSORY AIDS
SERVICE)

INTERIOR

JUSTICE
(RYAN)

COMMENT

The reports required every 12 months in
S 1-9.107-5(a)(e)(2) are a modest duty added
to present formal practices, though in recent
years we have informally asked- some research
contractors likely to make inventions so that
the agency's patent report could be prepared.
Since the contract anniversary will not nec­
essarily coincide with the report needs,
informal checks will probably have to be con­
tinued.

S 1-9.107-5(a)(e), line 1, delete lFe~-eaeA

snbj~ct-±nvent±on-or-th~-eontTacto;,-~7and
insert -- T --. This phrase is inconsistent
with items-(2) and (3) which reads in the
plural.

It would appear that S 1-9.107-5(a) (e)
should require reports on the contractor's
intentions or efforts toward develop~ent and
commercialization-of inventions.

DISPOSITION

Commentary
only

Adopted

Substantially
adopted

15<:::

RATIONALE

See (e) (2) of the revised Patent Rights
clause. Language is unnecessary and is
cancelled by the revision.

Reports required under paragraphs
(c) (3) and (d) (2) of S 1-9.107-5 (a)
a~e deernedadequate.



')
s- 1-9" lOT·':'S Clauses for domestic- contracts. (cont'd.)

(a) Patent Rights clause - Option in the Government~. {cont'd.}

(e) Invention disclosures. and reports._ (cant'd.l

SUBMITTED BY COMMENT DISPOSITIOlii RATIOliiALE

JUSTICE
(WERTH)

It is recommended that the following be added to
S 1-9.1.07--5 (aJ(e):

(4) Within six months after. the submiss,ion of
the final report required by the preceding
paragraph. (3) or six months subsequent to the
term of the contract. whichever is later.
written information concerning the conception
oractual reduction to practice, or both. of
every contractor proprietary invention which
pertains to, the work called for by the contract
or whose subject matter is related to a sub
ject invention whenever such invention was
first concelved or .actually reduced to prac-:,
tice within six months prior, during or six
months subseguent to the term of the contract.
At the reguest of the contracting-officer made
during or subsequent to the term of a contract,
including any extensions for addi~ional re
search and development work, the contractor
shall furnish information concerning any
other invention which, appears to thecontrac­
ting officer"to reasonably have the possibility
of heing a subject invention-. All information
suppl-ied by the - canfractor hereunder shall b~

of such nature and character as to enable the
contracting officer reasonably to ascertain

Adopted
in par:t

Theadd_itional work required of- the
contractor and Government, pursuant
to the commentor~ recommendation, is
not fully justified by the marginal
additional benefit. However, para­
graphs (e)(lJ. (f) (1) (ii) (A), and
(g) (2) of S 1-9.107-5(a) was added
to require the contractor to maintain
records concerning the making of
inventions.

------_.~ .~_.-~--~

~
I

!?7



(a) Patent Rights clause - Option in the Government.

S 1--9 ..107-5 Clauses: .for domestic. contracts ....

(el Inventiort disclosures and ~eports.

RA'£J:ONALEDISPOSI.TIQIlr

(cant'd.)

(cont'd.)

(cont' d , )

COMMENTSUaMITTED aY

JUSTICE
(WERTH)
(cont'd.)

Whether or not such invention is a subject
invention. Failure to furnish such inforrna
tioD shall raise the presumption that such
invention is a subject invention.' Such
presumption shall, be rebuttabl.eandmaybe
overcome by the presentation' of evidence suf
ficientfor this purpose., After receipt of
information furnishedpursuaht hereto. the
contracting officer shall not unduly delay
rendering his opinion on the matter. The
contracting officer's decision shall be sub­
ject to the disputes clause of the contract,
or, in the absence of such clause, shall be
subject to appeal to the head of the Govern­
mentagency or his duly authorized repre­
sentative .. --

See page 87

It,I
,

The above recommended additional paragraph to
II (e) Invention disclosures . and reports Ii of the
pzopos'ed amendment of the FPR 1s expected to be
helpful in securing for the Government at least
a nonexclusive, royaLty-free license under all
subject inventions~ It should be particularly
helpful to resolve conflicts as to whether an
invention should-properly be designated as a
subject- invention even though the contractor
claims it to have been made separate and apart
from the work of the.contract to which it is

~}
1~,
~11

????



S 1-9.107-5 Clauses for domestic contracts. (cont'd.)

(a ) Pa.tent Rights clause - Option in the Government. Icont'd.l

(e) Invention di.sclosures, and rePorts.. [contrd..-l

'-;~,
SUBMITTED BY COMMENT . DISPOSITION RATIONALE

JUSTICE
(WERTH)
(cant' d.)

related since conflicts of this'.type, can best be See .paqe 8.7
resolved at. an early date after an invention ~s

made. The reason is that evidence and personnel
having knoWledge of pertinent facts to 'resolve
such questions are more likely to be available
shortly: after inventions are made.. This jua t LfLes
requiJ:ing reports o.f r.aLated contractor-made
LnverrtLons ..

SubstantiaLly "Settlement" only applies to contracts
adop.ced which are terminated.. -Re-Yi§ed langu-

age better identifies whenthe~~~~-----~_

report is due.

DOD !l 1-9.107-5(al (e) {ll. Change the terminal
poz-t-Lorr to: read II' .... _, biological. electrical...
pr other essential characteristics ........"

!l 1-9.107-5{al (e) (2). Line 2, delete L~7and
insert --conceived or first actualIv reduced
to practice -- to be consistent with subpara­
graph (1).

!! 1-9.107-5 (a ) (e) (3). Delete fset:ti~7 and
insel:t, -- payment -'f" to be .cons Lscen t. with
paragraph (k).

Substantially
adopted

Adopted

Additional language used in paragraph
(e){2)(i) is intended to encompass
the most essential characteristics
of subject inventions for disclosure
puzposes ,

Word "made ' was deleted since it is
redundanb. Substitute words are
considered proper ..

8'7



!l 1-9.107-5 Clauses for domestic contracts. (cont'd.)

(a) Patent Rights clause - option in the Government_(cont'd.)

(f) Forfeiture of rights in unreported subject inventions.

(1) The Cont~actor shall forfeit to the Government all rights in any subject invention which he fails to
report to the agency at or prior to the time he (i)£i1es or causes to be fi~ed a Uni~ed States or foreign applica­
tion thereon; or (ii) submits the next interim report required by (e) (3), 'whichever is' .later, provided that the
Contractor shall not forfeit rights in a subject invention if (A) contending that the invention is. not a subject
invention, he nevertheless reports the Lnven t Lon and all£a,c.ts pertinent to his conten t Lon to the Contracting
Officer prior to taking the actions specified in (1) or (2), above; or (b) he establishes that the failure to
report was due entirely to causes beyond his fault or negligence ...

(2) Pending wr-itteri assignment of such forfeited subject invention and the patent applications and patents
pertaining thereto, the Contractor shalibe deemed to hold the invention, and the patent applications and pate~ts

pertaining thereto~ in trust' for the Government~ The forfeiture' 'provision under this paragraph shall be in addition
to and shall not supersede other rights andrernedies which the Government may have with respect to sUbjec~ inventions.

~

SUBMITTED BY

POSTAL
SERVICE

COMME:RCE

COMMENT

!l 1-9.,107-5 (a) (f) (1). There appear-s- to be an
error in paragraph (f) (1). It is our opinion
that the phrase "specified in (1) or (2) above"
should read, "epecLf Led in (L) or (iil above .. II

!l 1-9.107-5 (a) (f) (1). Line 6, delete /tH-and
·fill:? and insert - (i) and (ii) -

DISPOSITION

Substantially
adopted

Substantially
adopted.

RATIONALE.

Typographical e~roravoided ~v ~ __
redrafted provd s Lcn,"__ f_'._-~------

Typographical error avoided by
redrafted provision.

,I
--~~
~~,

'

1,1'

,"

j

DOD !l 1-9.107-5 (a) (f)(l)(ii). Delete D>exlo-""loe",,!!!7 Adopted
and insert -- final -- to preclude oper~tion of
this provision until the ~ontract. is compr~ted

and the contractor has had an opportunity to
review his r ecoxds ; as provided in ASPR..

qo

"Interim" report is unnecessarily
harsh•.
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~~~-9.107-5 Clauses for domestic. contracts. (cont1q.)

/,'/

(a) Patent Rights clause - Option in the Government-,. (cont.l-d .. )

(f) Forfeiture of rights in unreported subject inventions~ (cont'd.)

"
SUBMITTED BY

NSF

GSA

CO!JSIA

COMMENT

Reporting requirements in 1-9.107-5 (a) (e) and
the forfeiture provision in '1-9.107-5 (a) (f)
appear inconsistent with~he spirit of the
President's policy and should possibly be left
to agency implementation insofar as reporting
is concerned. In view of the nature of the
regulation, we would suggest that paragraph
(f) on forfeiture be deleted~

8l-9.l07-5(a)(f)(1). Delete LWa<rdu"'~t~Teiy

to- causes beyond M-s--£at:t3..--t-~~-4.:~efl€~7.The
contractor does not forfeit his rights for
failure to report a subject inventioni£ he
establishes that such failure "was due
entirely to causes beyond his fault or
negligence." It is not c'1ear how a contractor
could establish those facts, since he should
be responsible for the acts, or failure to
act (or report) on the part of himself and
his personnel, even where dishonesty is in­
volved. He is equally responsible for sub­
contractors •.

S 1-9.101-5 (aJ(fH1l , tine !, de!"ee'~r
and insert -- may --.

l.ine 7 r after "negli-

gence" insert -- ; or (C) he establishes that
the failure to report. was reasonable under the
circumstances

91

DISPOSITION

Rejected

Substantially
adopted

Rejected

Substantially
adopted

RATIONALE

Reporting and forfeiture provisions
are deemed desirable to effect
compliance· by contractors, but have
been. omitted from the .Shbrt Form
Patent Rights clause for use with
nonprofit institutions.

Clarification provided by the revised
paragraph.

This would make provision ineffective.

Avoids undue harshness of prior
provision.



g 1-9.107-5 Clauses for domestic' contracts_ (cont'd.)

(a) Patent Rights clause - Option in the- Government. (cant "d., ]

(f) Forfeiture of rights in unreported subject inventions~ (cant' d. )

SUBMITTED BY

CODSIA
(cont'd.)

COM.'!ENT

Changes made to add the requisite amount of
reasonableness to the paragraph, and to provide
for a greater latitude of action on the Gov'ern­
mentis part under certain circumstances calling
for reasonable ac t.Lorc,

DISPOSITION RATIONALE

NASA

5 1-9.107-5 (a) (f)(l) (ii), line 3, delete ffie",'" Adopted
~e£~7 and insert -- final --. This is an
editing correction. The reference in the same
line to (e)(3) indicates a reference to the
final report. Furthermore, the Contractor should
be given an opportunity to report all inventions
in the final report without penalty.

S 1-9.107-5(a) (f)(2), delete first sentence in Rejected
its entirety. The "in trust for Government ll

req~irement is improper and not in keeping with
spirit of Statement.

S 1-9.107-5(a) (f) does not deal with the basic SubstantiallY
disposition of patent rights under the President's adopted
Memorandum,but is an administrative provision for
enforcing the provisions of patent rights clauses.
This provision is ess:entially out of the existing
ASPR patent clauses and fit into DOD's scheme for
enforcing their patent rights provisions. ~ne

civilian agencies, on the other hand, do not use

Cjv

See rationale of DOD comment on page 90.

This would unduly weaken the for­
feiture p~ovision.

See added S 1-9.109. The administra­
tive provisions were retained in the
Long Form Patent Rights clause.



S 1-9.107-5 Claus,;s for domestic con.tracts. (cent; 'd.)

(a) Patent Rights clause - Option in the Government. (contI-d.)

(f) Forfeiture of rights in unreported sUbject inventions. (cont'd.)

SUBMITTED BY

NASA
(cant 'd.)

COMMENT

the exact ASPR administrative provisions nor
daBs the proposed FPR include a section on the
administration of the patent rights clause as is
presently found in the ASPR, 9-109.2. There­
fore, we recommend that the above-noted ad­
ministrative provisions of the proposed FPR
patent rights clause be removed or that the
FPR consider administrative problems and
promulgate ~ policy section on this subject.

DISPOSITION RATIONALE

Substantially
adopted

;\-,I
~i

HEW Paragraphs 1-9.107-5 (a) (f), (g), and (k) are
characterized as IIsurveillance and penaltyll
clauses. These clauses are inimical to the
character. of university and nonprofit
organization contractors, and it is suggested,
at very least, that separate clauses be drafted
for that type of contractor. Further, if there
is an insistence that the proposed clauses be
applied to·the grant situation, it should be
noted that the surveillance and penalty
clauses are entirely out of keeping with the
theory of the g~ant meChanism, and would, in
fact, be unenforceable in certain aspects;
i.e., there is no mechanism towit~hold grant
funds, nor are grantees required to maintain
the type of records discussed in subparagraph (g).

7'3

The Short Form patent Riggts clause
omitskhe penalty and surveillance
provisions and these clauses may be
used with no~profit organizations.



.1-9.107-5 Clau$~$' fo:c domestic contJtactof. lcont'il.)

la) Patent Eights clause - Option in the G07e:cnment. {corrt; "d , ]

" (q) Examination of records relatinq to inventions. The Contracting Officer or his authorized representative
shall. until the expiration of 3 years after final payment under this contract, have the right ~o examine any books,
records, documents, and other supporting data of the Contractor which the Contracting Officer or his authorized
representative shall reasonably deem directly pertinent to the discovery or identification of subject inventions or
to compliance by the Contractor with the requirements of this clause.

SUBMITTED BY COMMENT DISPOSITION RATIONALE

NASA 8 1-9.107-Sla) 19) does not deal with the basic Substantially
disposition of patent rights under the Presidentls adopted
Memorandum, -tlut is, an administrative provision for
enforcing the provisions of patent rights clauses.
This provision is essentially out of the existing
ASPRpatedt clauses and fit into DOD's scheme for
enforcing their patent rights provisions. The
civilian agencies, on the other hand, .do not use
the -exact ASPR administrative prov~sions nor
does the proposed FPR include a section on the
administration of the patent rights clause ~s is
p:cesently found in the ASPE, 9-109.2. The:ce-
fore, we recommend that the above-noted ad-
ministrative provisions of the proposed FPR
patent rights clause be removed Qr that the
FPR consider administrative problems and
pioInU1gate,a policy section on this SUbject.•

See rationale to NASA comment on
page 92.

GSA 8 1-9.107-Sla) (g). The Contracting Office:c's
access is limited to those books. etc., which
'he 11 .... shall reasonably deem directly pe r t Lnerrt;

• -_.:" This phrase has built.... in problems.

SubBuantially
adopted

Revised language clarifies the scope
of the Contracting Officer's access
to-the Contractor's records •

9'-1



')

8 1-9.107-5 Clauses for domestic contracts. (cant'd.)

(a) Patent Rights clause - Option in the Government. (cont'd.)

(g) Examination of records relating toinven-tions.. (cont I d.)

SUBMITTED BY

GSA
(cont'd.)

AEC

COMMENT

The contractor could claim that almost any
request for books or records is "unreasonable,"
or that they are not "directly pertinent ... The
latter phrase is taken from the Comptroller
General's statutory right to audit. It is not
found in the statutes or regulations of the
procurement agencies, which consider it to be
limiting. We recommend deLetiLon. of- the complete
phrase quoted above- and the use of an audit
clause patterned after GSPR 5-53.304, which
provides llaccess to and the right to examine
any books ...... 11 See also the broad audit clause
in ASPR 7-104.41(a).

It is believed that subparagraphs (g) and (h)
of S 9.107-5(a) are inadequate to protect the
rights of the Government in records. The three­
year period would not protect all documents
needed during patent prosecution such as Rule
116 Amendments, interference proceedings, etc.
and would be grossly inadequate to protect the
records needed for. the defense of claims against
the Government and other litigation. It is
therefore suggested that subparagraphs (g) and
(h) be deleted and the following substituted:

DISPOSITION

Rejected

9J--'"

RATIONALE

Comment appears to be directed toward
rights in data.



S 1-9.107-5 Clauses: for' domestic contracts. (cant'd •.)

(a) Patent Rights clause P?tion in the Government. :( cent; •d ~ )

(g) Examination ,of records ~elating to inventions. (cant 'd.)

SUBMITTED BY COML'1ENT DISPOSITION RATIONALE

,I
,~j'
g~

'"

AEC
(cant 'd.)

All drawings, specifications. notebooks, reports,
and'other technical data. and memoranda of every
description -relating thereto. shall 'be SUbject
to' inspection by the Governm'ent'Aqency 'at all
reasonable times, shall be the property of the
Government and may be used by the Governrnent
for any purpose whatsoever without a~~
on the part of the contractor and its,sub
contractors for additional compensation and
shall, subject to the right of the contractor
to retain a copy of said material for its own
use, be delivered to the Government, or other­
wise disposed of by the contractor either as
the contracting Officer may from time to time
direct during the progress of the work or ,in
any event as the' Contracting Officer shall
direct upon completion or termination of this
contract. The contractor's right of retention
and use shall be subject to the security, pate~~,

and use of information provisions, if any, of
this contract.--

90'

~-----

~- ...~-------

< - -----------~-"--



S 1-9.107-5 Clause~'for domestic contracts. (cant 'd. )

(a') Patent Riqhtsclause - Option in the Gove-rnment. (contld.l

(g) Examination of records re~ating to inventions~ (cont'd.l

I

SUBMITTED BY

HEW

COMMENT

Paragraphs 1-9.107-5 (a) (f), (g), and (k) are
characterized as II surveillance, and penaLcy"
clauses. .These clauses are inimical to -the
cha-raet.er. of university and nonpr-o fd.t­
organization contrac:tors,and it is suggested,
at very least, that separate clauses be drafted
for that type of contractor. Further, if there
is an insistence that the proposed clauses be
applied to the grant situation, it should be
noted that the surve.ILl.ance and penalty clauses:
are entirely out of keeping with the theory
of the grant. mechanism,and would, in- fact;
be unenforceable in certain aspects; i.e·.,
ther'e is no mechanism to withhold grant funds',
nor are grantees required. to maintain the type
of records discussed in. subparagraph (g)_

77

DISPOSITION

Substantially
adopted

Rl\TIONALE

See rationale for the HEW comment
on page 93.

.~.



S 1-9,;,107-5 Clause's' for domestic contracts.... (cont'd.)

-'\

~

{aj Patent Rights clause- Option in the Government .. (cont'd.l

';,
(h) Right to disclose subject inventions. The Government' may duplicate and disclose reports and disclosures of

subject inventions required to be furnished by the Contractor. or a subcontractor pu r suant; to this clause ..

SUBMITTED BY COMMENT DISPOSITION RATIONALE

NASA !l l-9.l07-5(a) (h) does not deal 'With the basic
disposition of patent rights under the President's
Memorandum, but is an administrative provision for
enforcing the provisions of patent rights clauses.
This provision is essentially out of the existing
ASPR patent clauses and fit into DOD's scheme for
enforcing· their patent rights, pzcvLsLone.; The
civilian agencies, on the other hand, do not use
the exact ASPR administrative. provisions nor
does the proposed FPR include a section on the
administration of the patent rights clause as is
presently found in the ASPR, 9-109.2. There­
fore, we reconLrnend that the above-cno-ted ad-·
ministrative provisions of the proposed FPR
patent rights clause be removed or that the
FPR consider administrative problems and
promulgate a poLi.cy section on this subject ..

Substantially
adopted

See the rationale to the NASA
comment on page 92.

----- ------

CODSIA !l 1-9.107-5 (a) (h), at end of subparagraph and Rejected
after thew.ord "clause" insert-- ,. but il1doinq.
so it shall not impair in any: way the Contractor's
right to' file domestic and foreign patent
aPplications ";'-.. A mutually de s Lz-ab.Le requirement:

in order to protect against the loss of patent
rights.

7f1'

Administratively impracticable for
mose agencies.



81-9 ..107....5 Clauses for-domestic .contracts .. (cont'd.l

-,
)

(a) Patent Rights clause- Option in the Government .. (cant 'd.)

(h) Right to disclosue subject inventions. (cant'd. )

"',
SUBMITTED BY COMMENT DISPOSITION RATIONALE

AEC It is believed that subparagraphs (g) and (h) Rejected
of 8 9.107-5 (al are inadequate to protect .the
rights of the Government in records. It is
therefore suggested that 8 l-9.l07~5(al be
modified so as to'p~otectthe contractor'and
the Government: against statutory bars, to
both domestic and foreign patents arising
out of 'pub~ication or disclosure. In the
absence, of a contractual obligation, the
Government might be required under the Freedom
of Information.Act to disclose. It is therefore
suggested that the following paragraph be added:

Neither the Government nor the Contractor
shall publish, or without authorization
publicly disclose, a Subject Invention, until
the rights in said inventioD.havebeen
determined and the party authorized under
the contract to file a patent apPlication
or applications has authorized the release
of thepublica-tion or disclosure, or the
periods established by the contract to file
said patent application or applications has
expired. --

99

Administratively impracticable fo~

most agemcies.

-.~.~-----------------~
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!l 1-9.107-5 Clauses for domestic contre.cts.; (cont'd.)

(a) Patent Rights clause - Option in the Government. (cant'd.)

(i) Filing of domestic patent applications.

(1) With respect to each sUbject invention on which the Contractor has the right to file a domestic-patent
application pursuant to paragraph (b), above, the contractor shall file or cause to be filed such application within
5 months after submission of the disclosure, or such longer period as: may be authorized by the Contracting Officer
for good cause shown in writing. Further with respect to such inventions,. the Cont-ractor shall promptly notify the
Contracting Officer of any decision not to file an application. If tqe Contractor fails to file or cause tabe
filed an application within the prescribed period, the contracting Officer may initiate action to protect the
Government's interest.

(2) Within 2 months after such filing or within 2 months of the first-written disclosure of such invention
if a patent application previously has been filed, the contractor shall deliver to the agency a duly 'executed
license fully confirmatory of all rights to which the Government is entitled under this clause and, upon- request,
a copy of the application as filed•.

(3) The followinq statement sha2! be included within the first paragraph of the specification of any patent
application filed and any patent issued on a subject invention: "r'he Government has reserved rights in this
invention, which was made in the course of ox under Contract No~ {or Grant No.
awarded by (identify the agency)."

(4) For each subject invention on which a patent application is filed by or' on behalf of the Contractor,
the Contractor shall provide to the Contractin:] Officer, within 2 months after a patent issues on the applica-tion,
the number of the patent.. In addition, he shall furnish the agency upon request:

(i) An irrevocable power of attorney to inspect and make copies of each United States patent applica­
tion filed by or on behalf of the contrac-tor covez Inq any such invention: and

(ii) written reports at- reasonable intervals, prior to arid after final settlement, . as to:

(A) The.commex:cial use that is being made or is: intended tb' bee i'f'iaId'~' 0'f such invention: and

(B) The steps taken by the Contractor to bring the invention to the point of practical applica-
tion, or to make the invention available for Licensing~ ~

/6-tJ



S 1-9.107-5 clauses for domestic contracts. (cant'd.l

(a ) Patent Rights clause _option in the Government.

(i) Filing afdomestic patent applicatians,(cont'd.)

(cant'd.l

(5) If an application has been filed, the Contractor shall notify the agency, not less than 30 days before
the expiration of the response period for any a~tion required by the Patent Office, of any decision not to continue
prosecution of such: application.

(6) Fdreach reported subject invention on which the Contractor does not; file a patent application or
dLscorrt.Lnues prosecution of an application, the Contractor shall convey to the Government, upon request, the Con­
tractor I s entire right,titlei and interest in. such invention by delivering to the Contracting Officer such duly
executed instruments (prepared 'by the Government) and such other papers as are deemed necessary to vest in the
Government theentireright l title, and interest'and to enable the Government to apply for and prosecute patent
applications covering such invention throughout the world~ The conveyance to-the Government shall be subject to
the reservation of the licens.e to, the Cont:ractor specified, in. (d,) I above;

(7) For each reported subject invention on which the Contr~ctor does no:tfile a patent application the
Contractor shall inform the agency promptly in writing of the date and identity'of any sale, public use, or
publication of such invention made by or known to the Contractor, or any contemplated action of this nature~'.
SUBMITTED BY COMMENT, DISPOSITION RATIONALE

==~------------;

ISDA S l-9.l07-5(a) (i). Filing of domestic patent
applications does not apply to this Department.
In accordance with our statutory requirements,
no patent applications are filed by the Contractor
and the assignment to the Government- appears on
the fac~ of the united States patient;.,

Commentary
only

/0/

See rationale to USDA comment on
page 8.
(It should be noted that this
paragraph (i) has been revised and
appears as paragraph (j) of the
Patent Rights clause in S 1-9.101:"'5 (bl.-



81-9.107-5 Clauses for domestic contracts. {contr r d ,']

-,

)

(a) Patent Rights clause - Option in the Government. (cont'd~)

(i) Filing of domestic patent applications. (cont'd.}

SUBMITTED BY COMMENT DISPOSITION RATIONALE

JUSTICE
(RYAN)

CODSIA

DOD

S 1-9.107-5(a)(i)(1). With respect to filing of Rejected
domestic patent applications, the regulation
should provide that time in which to file be
made a matter of public record, together with
the reasons supporting such authorization,
including the contractor's written submission
on behalf of getting such extension. The same
applies to extensions granted by the contracting
officer regarding requests for greater rights under
S 1-9.107-5 (c) (b) (2) (i), concerning deferred
determinations.

S 1-9.107-5(a)(i)(1), line 3, change "6" to Rejected
-- 1£ --. Contractors understandably need more
than 6 months after reporting to evaluate and
file patent applications.

line 4, delete LPfeffi~~±y7 Rejected
and insert -- within 6 months after his election
not to file --a This change conforms to the
present ASPR requirement, and is more definite
than "promptly".

!l 1-9.107-5(a)(i)(3). The term "made" can be Adopted
avoided by substitution of a statement as follows:

The Government has rights in the invention
pursuant to Contract (or Grant} No.
awarded by (Agency). --

/CJ 1.-

No meaningful purpose would be served
by publishing extensions.

Provisions exist for extension to
file when needed.

Once a contractor makes a decision not
to file, a prompt notification is not
deemed to be burdensome.

ce , , ., "-••om••, .',"'. ,



)

!l 1-9.107-5 Clauses for domestic contracts. (cant 'd.)

)
,,,

(a) Patent Rights clause -: opt.ion in the Government·. (ca.nt~d_}

(i) Filing of domestic patent applications. (cont'd.)

SUBMITTED BY

JUSTICE
(RYAN)

(WERTH)

CODSIA

COMMENT

The action required of the contractor .under
!l l-9;107-5(a}(i}(4} should be made mandatory,
and not be dependent upon the Government1s
request. This can be done by deleting Lupon
~e~aes~7 from the' second sentence, and
inserting in (a}(i)(4}(ii) language providing
for specific intervals.

!l l-9.l07-5(a} (i) (4), line :>. delete l'il!'ee
reques!7. ~

!l 1-9.107-5 (a) (i}(4) (ii), delete L"easeaas±e
±ntervaI~7 and insert -- intervals fixed by
agency regulations, --.

!l l-9.l07-5(a) (i) (4) (ii), delete flj"ie",.-ke-a,,,.
arter-f±na±-5ett±ement7-as-to~7and insert

but not morefreguently than once each year,
and in keeping with and as set out in (d)(2)
herein --.

DISPOSITION

Rejected

Rejected

Rejected

Rejected

RATIONALE

. The contractor should not be required
to prepare' a report unless it is
.requested by an agency and is re­
qU1red in the administration of its
programs.

Same as immediately above. See
revLsed paragraph (c) (3) .

The agency should have complete dis­
cretion in determining when to require
reports. This is in keeping with the
Presiden~ial Statement.,

Same as Lmmedi,ately above. _~ ._~---~_._"~-----

~.._-------

Also delete !l.1-9.l07-5(a)(i)(4)(ii)(A) and (B). Rejected

More frequent reports will be burdensome upon
both ,the Contractor, and the Government, and will
befunnd' t'obe umre"Ces'sary~~

/0 3,

~>

This information may be required by
an agency in the administration of
i.tsprogram.

~



)

S 1-9.107-5 Clauses fO]:: domestic contracts. (cont' d.}

(a) Patent Rights clause - Optian inthe Government. (cont'd.)

(L) Filing of domestic patent applications. (cont'd.)

';,
--:---

SUBMITTED BY

JUSTICE
(RYAN)

&

(WERTH)

COMMENT DISPOSITION

S 1-9.107~5(a)(i)(6). Delete ~~eR-~e~aes~7 to Rejected
make it mandatory that the contractor convey to
the Government his entire right, title, and
interest in each reported subject invention on
which he does not file a patent application or
upon which he abandons prosecution of a patent
application. There is no reason why the poa s.Lc-
bility should exist that contractors might hold
back the development and commercialization of
inventions or the public availability of
information on advances in science and technology~

RATIONALE

The agency should not be reguired to·
obtain the documents of title to an
invention in which the Government has
no interest.

EPA 1!I 1-9.107-5(a) (i) (6) calls for an assignment of
all invention rights throughout ,the world
(emphasis added), in the event a contractor
either fails to file a patent application or
discontinues prosecution of an application. This
provision appears to be inconsistent with any
grant of foreign rights to a contractor which may
have occurred, since it irnpliesthat if the con­
tractor does not pursue domestic rights, it loses
all foreign rights, as well as domestic rights. We
presume this is not the intention of paragraph (i)
(6), therefore the following is. reco~~ended:

line 3, after "en t Lr e ", add -- domestic --.
line 5, after "prosecute", add -- domestic
line 6, delete Lth~~~ae~~-~ae-werr~.

Substantially
adopted

The Presidential Statement does not
predicate the contractor's foreign
rights upon acquisition of domestic
rights to a Subject Invention.
Provisions as to filing of domestic
and foreign patent applications has
been revised to substantially accom­
modate the comment.

I

/' <J '-I



S' 1-9.107-5 C1ausesfordo~esticcontracts. {corrt t d ,.]

\

(a) Patent Rights" claus,e ~ Option in the Government_ (eo'ut.rd,..)

(il Filing of domestic patent applications. (cont'dl

"'-",- SUBMITTED BY COMMENT DISPOSITION RATIONALE

Substantially
adopted

HEW S l-9_107-5(1}(4), (5), and (6). These subpara­
graphs appear to be directed to responsibilities
that the contractor must undertake if he obtains
"greater rights" under Section l(a) o f the Presi­
dentlsStaternent. The conditions imposed upon the
contractor who: obtains greater rights after
i.dentiLf Ica.t.Lon of: an invention are ordinarily
determined at the time of waiver, and not at the
time of contracting, as suggested by these sub­
paragraphs. The inclusion. of these conditions
in the. initial contract clause makes it uncertain
as to, what conditions an agency may include ih
its waiver determination at the time greater
rights are actually gxanted. It should be noted
that' HEW now includes in its waiver determinations
a number of conditions over and. abovetho'sec.alled
for in these aubpa.r-aqr-aphe., which may vary, depend­
ing on the fact situation of the specific waiver.
It appears that the. drafters were concentra:ting
the.ir attention. on what conditions should be
imposed upon the contractor when he was guaranteed
title at the time of contracting. The drafters.
appear to have failed to· recognize that. the clause
also was to be applicable in "greater rights II

s~tuations (waiver proceedings). Re-analysis of
these subpaxagraphs is suggested.

/d<k cz

"Greater Rights" section.. has been
pl.aced in "Procedure" sQ-ction.

.-~.~.---~------,""-



S 1~9.l07-5 Clauses. for domestic contracts. (cont'd.)

(a ) Patent Rights clause - Option in the Government .. (cont'd.)

(j) Filing of foreign patent applications_

(1) When the Contractor acquires, pursuant to this clause, the right to file a patent application on a
sUbject invention in any foreign country, he shall file such application in accordance with applicable statutes
and regulations and wit~in:

(ii)" Six months from the date permission is gr,anted to the'Contractor to file foreign applications:

(iii) Six months from the date the invention is submitted in an invention disclosure pursuant to (e),
above~ or

(ivJ Such longer period as may be approved by the Contracting Officer.

(2J The Contractor shall notify the agency promptly of each foreign application filed and, upon written
request of the agency, shall furnish an. English translation of such foreign application without additional
compensation.

(3) The Contractor shall convey to the Government, upon request the· entire right, title, and interest in and
to each such subject invention in each foreign country in which an application has not been filed by the Contractor
within the time specified in (1) by delivering to the Contracting Officer duly executed instruments prepared by the
Government. The conveyance to the Government shall be subject to the reservation of a nonexclusive and royalty-free
license to the Contractor and his existing and future assoc.iated. companies, if any, within the corporate structure
of which the Contractor is apart and shall be nonassignable, without approval of the agency, except to the successor
of ~hat part of the Contractor's busines'sto which the invention pertains.

/6S
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g 1-9.107-5 Clauses for domestic contracts. (cont'd.)

(a) Patent Rights clause - option in the Government. (contfd.)

(j) Filing of foreign patent applications, (cont'd.)

,I

ij~
"'

I"i'"1

SUBMITTED BY

USDA

COMMERCE

COMMENT

S 1-9.107-5(a)(j) does not apply to USDA ,because
the co~tractor assigns the worldwide rights to
the Government and does not -retain tl}.:e right to
file patent applications abroad-.

S 1-9.l07-5(a)(j)(1), nefore the colon, insert
--one of the follow~n eriods -- and cancel
(i) to (iv and insert the following:
-- ( i) Nine months from the date of a corres-

ponding United. States application filed "by or
on behalf of the Contractor, or if such an
application is not filed, six months from the
date the invention is submitted in a dis­
closure pursuant to (e), above;

(ii) Six rnonthsfrom thedat~ the Contractor
is authorized to file a patent application in
any foreign country pursuant to (b) (3), above;

(iii) Six months from the date permission is
granted to file foreign applications where,
such filing has been prohibited for security
reasons; or"

(iv) Such longer period as may be approved
by the Contracting Officer .. --

g 1-9.107-5 (a) (j) (3), line 6, delete LT? after
the wo.r,d "nona.ss.Lqnab.Le" ..

/0("

DISPOSITION

Commentary
only

Substantially
adopted

RATIONALE

(It should be noted that this para­
graph ,(j) has been revised and
appears as paragraph (k ) of the Patent
Rights cluasein s 1-9 .107-5 (b).)

Provision has been revised for
clarification.



S 1-9.107-5 Clauses: for domestic contracts. (cont'd.)

(a) Patent Rights clause - Option in the Government. (contFd.)

(j) Filing of foreign patent aoplications. (cont'd.)

~-~---l

SUBMITTED BY
VA
(Prosthetic &
Sensory Aids
Service)

INTERIOR

COMMENT

The date when an evolving idea really becomes a
formal conception of an invention is very dif­
ficult to. establish in many cases. We believe
that assistance of patent counsel and appropriate
searches may often be necessary to identify an
invention. S 1-9.107-5 (a) (j) probably should
also stress withholding of information and def­
feral of pUblic demonstrations if foreign patent
applications are likely to be filed. In the
United States, the application may be filed up
to a year afte~' first publication or first
public use or sale. We understand that same
foreign countries allow one year after. filing
a United States application but do not allow
this period after pUblication or public use
or se.Le ..

!l 1-9.107-5(a) (j) (1) (ii). After "application"
insert -- pursuant to !l 1~9.107-5(a)(b)(3) or
!l1-9.107-5 (c)(b) (3) --.
!l 1-9.107-5 (a)(j) (1) (iii). After "pursuant
to" insert -- 1-9.107-5 (b) (b) wherein the
C6ntractorelects not to file a domestic patent
application"--. Delete!l 1-9.107-5(a) (e).

These changes to paragraph (j) clarifyfil.ing
requirements ...

lJISPOSITION

Coromentary
only

Substantially
adopted

RATIONALE

Provision has _been r€!y;sed fOL----__·_~_-_-_____:1
clarification. ' ~ ---~~-

,. 07



S 1-9.107-5 Clauses for domestic contracts. (cont'd.'

(a) Patent Rights clause - Option in the Government: .. (cont; 'd ..)

(j) Filing of foreign patent applications. (cont'd.}

·_'~~

SUBMITTED BY

CODSIA

COmlENT

Add the following new S 9.107-5(a)(j)(1):
Where the Government has a right to acquire
the principal or exclusive rights to an
invention and does not elect to secure a
patent ina foreign country, the Government
agrees' to and hereby does grant -to the Con­
tractor such rights in any foreign country
in which the Contractor elects to secure a
patent. subject to the GOVernment's right
as set forth in this clause.

To conform with Statement ..

DISPOSITION

Rejected

RlITra:;rALE

The agency should have the discre-
tienaryright to decide whether a

contrrac-co.r should be perrni.tted .. to file
an application in any foreign country
ena subject invention (See
S 1-9.109-'6 (g) (Z) as revised.)

In S 1-9.107-5(a)(j) (1), change"(lt'to -- J1l..--.Rejected

S 1-9•.l07-5(a)(j) (l)(ii), after "applications" Rejected
insert -_. relative to request under Title 35; .or

Delete S 1-9.107-5(a)(j) (1) (iii) and change "(iv)" Rejected
to -- (iii) --.

Thi.s provision has been revised
substantially and these procedural
comments. are no longer deemed
pertinen"b~

S 1-9.107-5(a) (j) (Z). Change "z" to -- .ill. --. . Rejected

S 1-9.107-5(a)(j)(3). Line 7, after "part", Rejected
insert -- together with the right ~rant sub-
licenses of the same scope to the extent the con-
tractor was -legally obl'iqated -to do s'o at· the
time the. contract was awarded,

/015



S 1-9.107-5 Clauses for domestic contracts. (cont'd.)

(a) Patent Rights clause - Option in the Government. (cont' d., )

"".
(j) Filing of foreign patent applications. (cont'd.)

SUBMITTED BY

CODSIA
(corrc 'd.)

COMMENT

The above change would permit the contractor
to comply with a third party agreement entered
into independently of, and prior to the time of
award of, the Government contract. Furthermore,
the revision will accommodate those U. s.
organizations which have foreign 'plants and sub~

sidiaries which should receive the license.

Change S l-9.l07~5(a)(j)(3) to S l-9.l07-5(a)
(j)~.

DISPOSITION

Rejected

RATIONALE

See rationale for the CODSIA comment
on page 108.

Substantially
adopted

/lEC S 1-9.l07-5(a),j)(3). Where the Government
does not have title to the U. S. application, a
certified copy o£ the U.S. application re-
quired to be fi~ed in many foreign countries
must be obtained through the contractor. In
addition, the contractor and its employee should
do all other things necessary for the filing of
the foreign application. In addition, it is not
believed that the contractor should be entitled to
a guaranteed license in any foreign country in
which it does not file patent applications. The
following changes are therefore suggested in
subparagraph (j) (3):

Delete the second sentence of the paragraph and

/ C' <J

For the reasons set forth in the
comment submitted by AEC.



9 1-9.107-5 Clauses for domestic contracts. (cont'd.)

(a) Patent Rights clause - Option in the Government. (cont'd.)

(j) Filing of foreign patent applications. (cont'd.)

SUBMITTED BY COMMENT DISPOSITION RATIONALE

.1

~

AEC
(cont'd.)

EPA

substitute the following sentence:
The Contractor and its employees shall execute
all documents and do all things necessary or
proper to enable the Government· to' file pat-ent
applications in such foreign countries as the
Government shall elect,. and furnish the certified
copy of the U.S. application for filing in each
foreign country where reguired~

Paragraph (j)(3) of 9 l-9.l07-5(a) should include Substantially
a provision requiring the contractor, upon request, adopted
to convey the entire right, title and interest in
regard to its fore.ign patents on Subject Inventions,
in the event the contractor elects to discontinue
payment of patent maintenance fees in a particular
country.

//0

The appropriate provisions have been
revised· .to include thi s concepe ,



S 1-9.107-5 Clauses for domestic cbntracts~ (cent'd.)

(a) Patent Rights clause - Option in the Go~"ernrnent'.. {cont'"d ... }

(k) Withholding ef payment.

( 1 )
Officer the
information

Final
final
as to

payment under this contract shall
report required by (e)(3), above,
subcontracts required by (1)(4).

not be made before the contractor delivers to the Contracting
all written invention disclosures required by (e)(l), and all

,I
';i~

~$\\

'I',",',""

'ii
I

(2) If at any t~e, before final payment under this contract the Contractor fails to deliver an interim
report required by (e) (3) or an invention disclosure required by (e) (1), the agency shall withhold from payment
$50,000, or 5 percent, of the amount of this contract whichever is less (or whatever lesser sum is available if
pai~ents have exceeded 95 percent of the amount of this contract) until the Contractor corrects all such failures.
If the Contractor is a nonprofit onqan Lz.at.Lon ; the amount, that may be w,ithheldshall not exceed 1 percent of the
amount of the contract or $50~000, whichever is less.

(3) After payments total 80 percent of. the a~ount of this contract, and if no amount is required to be
withheld under (2), above, the Contracting Officer may, if he deems such action warranted bacause of the Co~~

tractor's performance under the Patent Rights 'clause of this contract or other known GOvernment contracts, ,withhold
from payment such sum as he considers appropriate ,not exceeding $50-,000, or 5 percent, of the amount of this
contract whichever .Ls less, to be held as a reserve until the Contractor delivers all the reports, disclosures,- and
information specified i~ (1), above. Subject to the withholding limitation of (2), above, the sum withheld under
this subparagraph -(3) may be increased or decreased fr.om- time to t.drne at the d.i sczetrion of the Contracting Officer.

(4) Noa~o~nt shall_be~ithheld under this paragraph while the amountspec:ified by this paragraph is being
withheld unde r other provisions of the contract.. 'I'he total amount; withheld under (2) and (3) I above, shall not
exceed $50,000, or 5 percent, of the amount of this cooexec t whichever is Le s s, The withholding of any amount or
subsequent payment thereof to the Coatractor shall not be construed as a waiver of any rights accruing to the
Government under this contract ..

/11



~ 1-9.107-5 Clauses for domestic contracts. !cont'd.}

(a) Patent Rights clause - option in the Government. (cont'd.)

(k) Withholding of payment. (cont'd.)

SUBMITTED BY

NASA

NSF

COMMENT

9 l-9.107-5(a}(k) does not deal with the basic
disposition of patent rights under the President's
Memorandum, but is an administrative_provision for
enforcing the provisions of patent rights clauses.
This provision is essentially out of the. existing
ASPRpatent clauses and fit into DODls scheme for
enforcing their patent rights provisions. The
civilian agencies, on the other hand, do not use
the exact ASPR administrative provisions nor
does the proposed FPR include a section on the
administration of the patent rights clause as is
presently found in the ASPR, 9-109.2. There­
fore, we recommend that the above-noted ad­
ministrative provisions of ~~e proposed FPR
patent rights clause be removeq or that the
FPR consider administrative problems and
promulgate a policy section on this subject.

9 1-9.107-5 (a) (k ) , which deals with the with­
holding of payment, seems unnecessarily punitive
and again, contrary to the spirit of the Presi~

dential policy. In our experience, adequate
retention of funds already exist under most
contracts and the further requirement for with­
holding of funds, pending patent disposition,
appear to overcompLicate the present contract

/ 1')--

DISPOSITION

Substantially
adopted

Substantially
adopted

RATIONALE

(It should be noted that paragraph
(k) of the Patent Rights clause in
9 l-9.l07-5(a) appears as paragraph
(h}.) See rationale to NASA comment
on page 92.

The withholding of payment provisions
has been -,retained in the Long Form
Patent Rights clause, however, they
have been omitted in the Short Form
clause for use with nonprofit
organizations.



a 1-9.107-5 Clauses for domestic contracts. (cont'd.)

(a) Patent Rights clause - Option in the Government. (cont'd.)

(k) Withholding of payment. (cont' d. )

SUBMITTED·BY COMMENT DISPOSITION RATIONALE

Substantially
adopted

NSF
(cant 'd.)

INTERIOR

GSA

closeout system. It should also be noted that
a further reason for excluding grants is that they
are normally paid in advance in full or period­
ically by way of a Letter of Credit. Under this
arrangement, there is no practical mechanism for"
withholding funds pending patent closeout.

S 1-9.107-5 (a) (k). On the payments aspects, we
see no real need for the complicated array of
fund withholding provisions related to patents.
A simple provision requiring a certification and
report prior to final payment under an R&D Contract
would seem to give the Government all the leverage
it needs. The payment provisions of the contract
could then be tailored to provide fund retention
as needed. In any event, these elaborate payment
withholding provisions seem to ignore the general
policy advocated by the OMB in circular A-10i that
for R&D Contracts with educational institutions
advance payment should be the rule.

S l-9.l07-5(a) (k)(2). Ih the final sentence, after Rejected
IInonprofit organization, II insert -- and this
contract is without profit or fee, -~. Conversely,
we see no reason to favor the nonprofit if the
contract contemplates profit or fee. This principle

is recognized in ASPR 4-116.1 and 7-303.7.

{/ :3

The withholding of payment provision
is discretionary with the Contracting
Officer. A provision regarding
u c er t i f i c at i 6n IJ prior- to final payment
has been retained. As to nonprofit
institutions,. see rationale to the NSF
comment on page 112.

Nonprofit organizations should be
given favorable 'treatment.



)

l!l 1-9.107-5 Clause,. for domestic contracts. (dant'd.)

(a) Patent Rights clause - Option in the Government. (cant'd.)

(k) Withholding of payment. (cont'd.)

Substantially
adopted

e11i

;";\
~I

I

SUBMITTED BY

GSA
(cont 'd.)

HEW

COM-~T DISPOSITION

!l 1-9.107-5 (a) (k) (4). We suggest the deletion Rejected
of the first sentence, which prohibits withholding
under this paragraph when there is a withholding
under other provisions of the contract. In the
latter situation presumably the· withholding
would be unrelated to this patents clause and we
see no reason for this limitation.

Paragraphs 1-9.107-5 (a) (f), (g), and (k) are
characterized as "surveillance and penalty 1J

clauses. These clauses are i~imical to the
character of university and nonprofit organi­
zation contractors, and it is suggested, at very
least, that separate clauses be drafted for that
type of contractor. Further, if there is an
insistence thattne proposed clauses be applied
to the grant situation, it sho~ld be noted that
the surveillance and penalty clauses are entirely
out of keeping with the theory o£ the grant
mechanism, and would, in fact, be unenforceable
in certain aspects; i.e., there is no mechanism
to withhold grant funds, nor are grantees required
to maintain the type of records discussed in sub­
paragraph (g).

/ / '7'-

RATIONALE

Contrary to existing policy that
withholding should not be accumulated.

See the rationale for the HEW comment
on page 93.



S 1-9 ... 107-5 Clauses, for domestic contracts. (cont'd. )

(a) Patent Rights clau~e - Option in theGovernment~(cdntrd.)

(1) Subcontracts.

(1) The Contractor shall, unless otherwise authorized or directep by the- Contracting Officer, include a
Patent Rights clause, modified to identify the parties- arid i.con tia Ln Lnq all the provisions of- this .oLauae -except
provision (k), above, in any subcontract hereunder where a purpose df; the subcontract is the conduct of experi­
mental, developmental" or: research-work. In the event of refusal by a subcontractor to .acoept, this cla;ase, or if
in the opinion of the Contractor this clause is inconsistent with the policy as set forth in 41 CFR 1-9.107~3, the
Contractor:

( i)
for such r'efu se.L

Shall promptly submit a written report to the agency setting farththe subcontractor's
and other pertinent information which may expedite disposition of this matter; and

reasons

,,;1
i¥J;3

I

(ii) Shall not proceed with the subcontract without the written autho~ization of the Contracting
Officer.

(2) The Contractor shall not, in any subcontract or by using such a subcontract as consideration therefor,
acquire any rights to subject invention for his own use (as distinguished from such rights as may be required solely
to fulfill his contract obligations to the Government in the performance of this contractJ.

(3) A s:ubcantractor may furnish to" the Contractor for transmission to the Contracting Officer invention
reports, instruments, and other information required to be furnished to the Contracting Officer under the provi~

sions of such a Patent Rights. clause in a subcontract hereunder, or in his,discretion (or by direction of the
Contracting Officer) he may subrntf the same directly to the Contracting Of"ficer..

(4) The Contractor shall promptly notify the Contracting Officer in writing of any subcont.nact; containing
a Patent Rights clause, and furnish to the Contra,ctingOfficer a copy of such con.tzact , and shall notify the
Contracting Officer'when such subcontract is completed. If there are no subcontracts containing Patent Rights
clauses, a negative repart,""shall be included in the -£inaL report submitted puruaarrt to (e) (3).

(5) The Contractor shall exert his best effort to identify all subject inventions of the subcontractor and

shall notify the Contracting Officer promptly uponth~ identification' of s~ch invention~

/16
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S 1-9~I07-5' c Lause.s. for' domestic contracts..... (contl"d.)

)

(a) Patent Right~ clause.- 02tion in the Government ... (cont 1 d ...l

(1) Subcontracts. (cont'd.)

"
(6) It is understood that the Governme~t is a third party beneficiar.vof any subcontract clause granting

rights to the Government in subject inventions, and the Contractor hereby assigns to the Government all the rights
that he would have to enforce the subcontractor's obligations for the bene f Lt; of the Government with- z-eapec t; to
subject inventions. The Contractor shall not-be. obl.igate.d to enforce the agreements of any subcontractor hereunder
relating to the obligations 'of thet subccrrtrec'coz -to the Government Ln regard to .sub jecc inventions.

SUBMITTED BY COMMENT DISPOSITION RATIONALE

Substantially
adopted

JUSTICK
(RYAN)

!l 1~9.l07~5 (a)(l). In situations where sub­
contractors refuse to accept.a Patent Rights
clause, the regulation gives no' guidance to
the contracting officer to assist his authoriza­
tion or direction to the contractor not- to include
such clause in subcontracts. The lack of guide­
lines could prevent the Government from -realizing
to the full its rights where under the prime
contract the .agency.getsprincipal or exclusive
rights. Inclusion of the Patent Rights clause
would protect this interest at the subcontract
level. In such situations the absence of the
clause from the subcontract will leave the
Government with only the rights obtained from
the prime contractor. Moreover, it should be
observed that to permit a subcontractor to
obtain a contract without a patent rights clause
might .well establish inconsistencies, with the
President's Statement; which embraces "sub­
contract within its definition of contract~

//6

(It should be noted that paragraph (e)
has been revised and appears as
paragraph (i) of the Patent Rights
clause S 1~9.107~5(a).) New section
1~9.107-4(f) has been added with
instructions for the Contracting
Officer~"



~ 1-9.107-5 Clauses"for domestic contracts. (cont 'd.)

)

(a) Patent Rights clause - Option in the Government.

(1) ~ubcontracts. (cont'd.)

(cont'd. )

COMMENT

Adopted
in part

'-
DOD

GElMMERCE

CODSIA

S 1-9.107~5(a)(1)(1). This wording will encourage Rejected
the automatic flow-down of the patent rights clause
determined by the agency to be appropriate in the
prime contract to subcontracts whereas the Presi-
dential statement contemplates the selection of
a clause consistent therewith at all contracting
levels. Rewording of this subparagraph to-clar.ify
this point may be in order.

S 1-9.107-5(a)(1)(2). Line 2, delete L4eves~~e~7 Adopted
and insert -- inventions --

S 1-9.107-5(a)(1)(3). Line 1, delete LA7 and Rejected
insert -- Only if mutually acceptable to the
parties concerned, a --. This relationship
with the Subcontractor should exist only if
there is mutual agreement between the parties.

S 1-9.107-5(a)(1) (4). Line 2, after "Officer"
insert- -- upon his reguest ~-. It would appear
to save paper work for both the Contractor and
the Government if the furnishing of a copy of a
contract, and the notification when the subcontract
is completed, are prOVided only upon request. This
would still leave the requirement that the Contracting

Officer be notified, which in the great majority of
cases is all that will be necessary.

,'."

1/7

RAT IONA_L"'E"- . ~_.

Normally the same clause will apply
to subcontracts and use of any other
prescr~bed clause shall be approved
by the Contracting Officer.

Editorial correction.

Same rationale could be applied with
equal validity to the Contractor­
Governm~nt relationship.

Revised language of the .renumbered
paragraph (i) (4) of the Patent Rights
clause provides that a copy of the
subcontract is only required upon
request.

-.

•



S 1-9.107-5 Clauses for domestic contracts. (cont'd.)

)

(a) Patent Rights clause - Option in the Government. (cant 'd.)

(1) Subcontracts. (cant 'd.)

SUBMITTED BY COMMENT DISPOSITION RATIONIILE

commentary
only

.1
~f

~,

j.

if

f

DOT S 1-9. 107-5 (a) (1)(6). This clause makes the
Government a third party beneficiary of any sub­
contract clause granting rights to the G07ern­
rnent in subject inventions and also relieves
the contractor of any obligation to enforce
the agreements of any subcontractor hereunder
relating to the obligations of the s~bcontractor

to the Government. This paragraph seems to pu~

the subcontractor into direct contractual
relationship with the Governrnentand gives hLrn
a right to an appeal under any 'Disputes'
Clause in the contract. Subcontractors,
generally, do not have a direct right of appeal
to the U.S. Government under ~~e Disputes Clause
but may appeal only if the prime coatractor agrees
to pursue the dispute under the Disputes Clause.

/!~

..;;.-,;-.,;'.;'./'



)

S:' 1-:9.T07-5 Clauses> for domestic contracts. (oont t d ,)

,
'1',,)

(a) Patent Rights clause - Opt-ion in the Government. (con t t d , )

(1) Subcontracts. (cont 'd.)

SUBMITTED BY

CODSIA
(cont'd.)

CO~ DISPOSITIO~

S 1-9.107-5 (a) (1) (5). Line 1 after "Contractor" Rejected
insert. -- agrees that he --.

Line 1, delete /e*e~E-a~5

Qe&t-e~geE~-~e-iaeRE4~~7and insert ---reguest
certification from the Subcontractor as to the
latter's identification of --.

Line 2, delete LBQ&i~i7

and insert -- provide said certification or a
statement as to its unavailability, to --.

It is not reasonable for a Contractor to control
or supervise or keep track of the activities of
their subcontractors in the way of proposed
Lanquaqe , The revision is in keeping with the
ASPR approach which essentially is to keep the
two parties at-arms length.

RATIONALE

Identification of the Subcontractor's
"Subject Inventions" is a necessary
aid in the Government obtaining
reports of Subject Inventions. The
suggested revision merely duplicates
that which is already required of the
Subcontractor.

AEC S 1-9.107-5 (a) (1) (6). It is believed that the
following clause should be added at the end of
paragraph (6); before the period:

but shall assist the Government in any under
taking to enforce such agreements

//Cj

Rejected suggest~d addition is deemed implicit
in the existing language •. (See
u.S. v. Petrocarb, Inc., et al
176 USPO 229.)



"'''''.

~~-~-"~~~-------

PAGE 120 CHANGED TO PAGE 104a.

HEW COMMENTS PERTAIN TO S 1-9.107-S(al (il INSTEAD OF S 1-9.107-S(al (1).

/2-0



!l 1-9.107-5 clauses for domestic contracts. (cont 'd.)

(a) Patent Rights clause ,- Option in the Government.

(m) Related inventions. (PROPOSED)

(cont'd.)

SUBMITTED BY

INTERIOR

COMMENT

Add the following under !l l-9.l07-5(a):

(m) Related inventions.

DISPOSITION

Rejected

RATIONALE

Places an undue administra-tive
burden on the contractor especially
if the contractor is a multi-divisional
corporation. .

.$i"'\!.,
-'!

(1) The Contractor shall submit to the Con­
tracting Officer within six (6) months after the
submissio'n of the final report requir.ed by sub,...
paragraph (e)(3) of this section, written informa
tion concerning the conception.or actual reduction
to practice, or both, as may be applicable, of
every invention made by the Contractor'in Contractor's
facilities where' the work called for under this con­
tract is performed pertaining to;' the work called for
in this. contract which was conceived or first actually
reduced to practice within the period of three (3)
months ,prior, during, or three (3) months subseguent
to the term of this contract, which invention would
be a Subject Invention if made under this contract,
but which the Contractor believes was made outside
the performance of work required under thiscontiact.
The Contracting Officer may require additional informa­
tion to be furnished in confidence by the Contractor.
At the request of the Contracting Officer made during
or subseguent to the term of the contract, including
any extensions for additional research and development
work, the Contractor shall furnish information concern
ing any other invention which appears to the Contract
ing Officer to reasonably have the possibility of.
being a Subject Invention •

/ L-j'



!l 1-9.107-5 Clauses for domestic contracts. (cont'd.)

(a) Pa,tent Right.s clause -- Option in the Government~ (cont'd.)

"

(m) Related inventions. (PROPOSED) (cont'd. )

SUBMITTED BY COMMENT DISPOSITION RATIONALE

<yC

INTERIOR
(cont'd.)

(2) All information sUPPlied bv the Con­
tractor hereunder shall be of such nature and
character as to enable the Contracting Officer.
reasonably to ascertain whether or not the
invention concerned is a Subject Invention.
Failure to. furnish such information called for
herein shall,- in any subsequent proceeding,
place on the Contractor the burden of going
forward with the evidence to establish that
such invention is-not a Subject Invention. If
such invention is not then presented the in­
vention shall be deemed to be a SUbject Invention.
After receipt of information furnished pursuant
hereto, the Contracting Officer shall not
unduly delay rendering his opinion on the. matter.
In the case of a contract, the Contracting
Officer's decision shall be subiectto the
Disputes Clause of such contract, and in' the
case of a grant, the decision shall be subiect
to appeal to the Secretary or his duly authorized
representative. The Contractor may furnish the
information required under this paragraph ern) as
Contractor confidential information, which shall
be identified as such. Notwithstanding anything
in the foregoing to the contrary, the Contractor
shall not be required to disclose any information
to -the Contracting Officer which would· violate
any pre--existinq agreement with any other par.ty
doing business with the Contractor.

r :» .....

Rejecte,d See rationale on page 121.



! 1-9.107-5 Clauses for domestic contracts~ (cont'd.)

" '

(a) Patent Rights clause - Option in the Government .
.<~~

(m} .Related inventions. (PROPOSED) (cent' d. )

(cent 'd.)

SUBMITTED BY COM.'lENT DISPOSITION RATIONALE

INTERIOR
(cent 'd.)

This paragraph requires the Contractor to disclose
any related inventions. Failure to disclose
places the burden o.f proving that such inventions
are not Subject Inventions on the Contractor. In
view of the prevalence of parallel research ,by
Contractors and of the recent Mines Safety Ap­
pliance and Technitrol decisions, this requirement
is considered necessary_ The Contractor, who has
all the records regardipg a paxticular invention
in his possession; should havetne relatively easy
burden of proving that 'a questioned invention is
not a Subject Inyention. As matters nOW stand,
the Government~ which ordinarily has no documentation
on the matter, has the difficult task proving that
such invention in fact is a Subject Invention.

/ "1- 3

See page 121.



S 1-9~107~5 Clauses for domestic contracts. (cant 'd.)

, '

(a) Patent Rights clause - Option in the Government. (cont'd.)

(0.) Government license under background patents. (PR0P.0SED)

SUBMITTED BY

INTERIOR

COMMENT

After the proposed paragraph (m), insert the
following paragraph (n):

(0) Government license under background patents.
For use ~n the specific area of technology in
which the purpose of this contract or the work
called for thereunder falls, and in conjunction
with a Subject Invention or a.Specified Work
Object, the Contractor agrees to grant to the
Government a license in any background patent at
reasonable royalties which shall give due credit
and allowance for -the Government's contribution
toward the making, commercial development or
enhancement of the invention(s) covered by the
background patent. The foregoing shall not
preclude a royalty-free license.

DISPOSITION

Not
adopted

RATIONALE

The Executive Subcommittee has this
proposal under consideration.

,I
~l

~1

&r,
This proposed paragraph recites that any royalties
the Government is obligated for under a contractor's
background patent for use with a Subject Invention
or specified work ·object shall take into a.ccount the
Government1s contribution toward enhancement of the
background patent. This, it is believed, is a
minimum requirement. If the agency believes
greater rights are required, these should be
negotiated.

12yt'
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S 1-9.107-5 Clauses for domestic contracts. (cont'd.}

(b) Patent Rights clause - option in the Contractor 4 Where the agency has-determined that the proposed contract
comes within S 1-9.107-4(a) (3), the Patent Rights clause set forth in (a), above, shall be included in the contract,
except that the name of the clause shall be changed to llPatent Rig-hts - Option in the Contractor II and the paragraph
(b) of that clause shall be replaced by the following paragraph (b):

(b) Disposition of rights. The Contractor shall have the right to acquire the entire right, title, and interest
throughout the wo r Ld in andte each subject' invention of the Contractor s ubmd.trted in an invention disclosure pur..,.
suant to (e), below, subject to the rights granted to the Government in (a). The Contractor shall include with
each invention disclosure an election as to whether a domes.tic patent application will be filed by or on behalf of
the Contractor.

SUBMITTED BY COMMENT DISPOSITION RATIONALE

Commentary

only

USDA

COIlSIA

S 1-9.l07-5(b) does not apply to USDA.because
of the title requirement in the Research and
Marketing Act.

In S 1-9.107-5 (b). line 3., after Contractor",
insert -- i paragranh (d) of that clause shall
be deleted;·--.

In S l-9.l07-5(b) (b), line 1, delete Lftequ~~~7

and insert --" retain --.

In S 1-9.l07-5(b) (b), line 3, delete Lr~£~~e€

with-"e'a"ct1-i.nV'enti.:on- 'tn:sctus1J:r~7, and inse r t
-- within 6 months from the date the invention
is reported under (e) (I) of this clause, or
such extension of time granted by the Contracting
Officer, notify the Contracting Officer of --

A realistic approach to the evaluation procedure
because most contractors cannot evaluate an in­
vention and make the dispos-ition det.erm i.nat.Lon
at the time of disclosure reporting.

(It should l;>e noted that in add:j. tion
to a Subst1tute paragraph (b) 1n the
Patent Rights claus~ S l-9.l07-5(bl,
paragraphs (j) and (k) has been added.)
Each agency will have to determine to
what extent their statutory require­
ments override the provisions of this

Rejected I po11cy.
Some of the provisions of parag~aph (d)
are ~eeded ~1threspect to the 1n­
vent10ns Wh1Ch a~e not selected by the
c9~tra9tor for f1ling of patent aQ7

I
Pi1cat10ns and wh1ch are 1n fact ~1led

Adopted by the Government.
~------If the contractor has obtained an

assignment from the inventor it would
seem proper to have him II r e t a i n ll

Adopted rather than "acqu1re" the t1tle.
in_part Longer time period has been provided

for the disclosure of Subject
Inventions and this time period should
afford adequate time for the contrac­
tor I selection.

125
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S 1-9.107-5 Clauses for domestic contracts. (cont'd.)

(c) Patent Rights clause_- Deferred Determination'~ Where the agency has determined that the proposed contract
comes within S 1-9.l07-4(a) (4), the Patent Rights clause set forth in (a), above, shall be included in the contract,
except that the name of the clause shall be changed to "Patent Rights - Deferred Determination" and paragraph (b) of
that clause shall be replaced with the following paragraph (b):

(b) Disposition of rights.

(1) Determination. The Government shall have the sole and exclusive power to determine the disposition of
the rights in any subject invention of the Contractor and- to determine whether or not and where a patent application
shall be filed on the invention, except as provided in (c), (d), and (f), below.

(2) Reguest for greater rights.

(i) The Contractor may request greater -righ.ts ·ina subject -invention than the license specified in (d)
and the right to file a United States patent application. The request shall be submitted to the Contracting Officer
in writing at the time 6f first disclosure of the invention pursuant to (e), below, or not later than 3 months
thereafter or such longer peiod as may be authorized by theContrac·ting Officer for goo4 cause shown in writing.

(ii) The request in (i) s~all contain a statement of theContractor'g intention and plan to bring the
invention to the point of practical application. The Coatractor shall establish, upon request, the likelihood that
the invention will be more expeditiously developed_ to the- point of practical application under his plan than by
Government licensing or ded tcatri.on to the pubLf.o , However, if the invention falls within the criteria of 41 CFR
1-9.l07-J(a), the request shall set forth information and facts tending to show that (A) the acquisition of such
greater rights is a. necessa'FY incentive to call forth private risk capital and expense to bring the invention to
the point of practical application or (B.) the Government.' s contribution to the invention was small compared to that
of the Contractor.

(3) Foreign rights. If the Government de·terroines not to file a patent application on a subject invention of
the Contractor in any particulax foreign country, the agency may authorize the Contractor to file a patent applica­
tion on such invention in such foreign country and to acquire the entire right; title, and interest therein, subject
to the license to the Government specified in (e).

/"l.-~



S 1-9.107-5 Clauses- for domestic contracts. (cont'd.j

~ ,'J

(c) Patent Rights clause - Deferred Determination. (cont 'd .. )

,!,'"
-~~1'

SUBMITTED BY

DOD

JUSTICE
(RYAN)

&
(WERTH)

COMMENT DISPOSITION

Unlike the "Patent Rights Clause - Option in the Adopted
Government," which in paragraph (h) explicitly
provides for a contractor to agree to grant
title to a Subject Invention to the Government
unless requested greater rights are granted,
this clause is silent as to the status of the
title to a Subject Invention when greater rights
are not requested or granted to a contractor.
Although one may infer from S 1-9.107-5 (a) (i)
(6), Filing of domestic patent applications,
that the title is assignable to the Government,
the addition of a provision in this clause
paralleling that in the "Patent Rights Clause -
Option in the Gove.rnmentll would provide desirable
clarification ..

Regarding Deferred Determinations, S 1-9.107- Adopted
5(c)(b)(2)(ii) should require mandatorily,
without the necessity for the agency requesting
it, that the contractor establish in his request
for greater rights, the likelihood that the
invention will be more expeditiously developed
to the point of practical application under his
plan than by Government licensing or dedication.
Line 2, Sl-9.107-5(c)(b) (2)(ii), delete
~..,~7.

/'-7

RATIONALE

Revised paragraph (b) of S 1-9.107-5(c)
provides for the Government acquiring
title whenever the contractor does not
obtain greater rights.

rn this added S 1-9.109-6, the con­
tractor should include with -his
request for greater rights his
intention to develop the invention.
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!l 1-9.107-5 Clauses far domestic contracts. (cont'd.)

'. ,\

(c) Patent Rights clause - Deferred Determination. (cont 'd.)

,\
~j~
;Wl'

I
'i

---~U--TED BY

CODSIA

COMMENT

!l 1~9.l07-5(c)(b)(2)(i), line 2, delete the
remainder of the paragraph after the word
"appLi.c at.Lon", gach a time limitation is
unwarranted and discriminatory against the
Contractor. No one else will be under such
limitation ..

!l l-9.l07-5(c)(b)(2)(ii), line 1, delete
Land-p~~n7 to conform with Statement.

s 1-9.107-5 (c) (b) (2)(iiJ, line 2, delete
{eseabxrsh7and insert therefor, -- provide
the Government with information ~-.

1 ine 2, after
"request, ", insert -- so as to allow the
latter to determine, if such determinatio~

is possible. or feasible
line 3, delete

Lh±~7 and insert -- the Contractor's --.
line 8, after

"Contractor", insert --: I or (c) acquisition
of such rights is not inconsistent with t~e

intent of Section lea) of the Presidential
Memorandum of August-23, 1971, or CD) that the
public interest would be served, taking'into
account the intentions of Contractor to bring
the invention to the point of commercial
applications

/2-8'

Rejected

Rejected

Adopted

Adopted

Substantially
adopted

RATIONALE

This time-period may be extended by
the Contracting Officer.

Reference to the plans of the con­
tractor stem from the explanation of
changes to the 1971 Pres~dent~al
Memorandum.'

The GQyernment Sho~ld make a finding
that the l~kelihooQ that the ~nven­
tion will be exped~t~ously developed
by the contractor warrants the grant­
ing of greater rights and the con­
tractor should only Qe required to
provide the infQrmat~on upon which the
Government f~nd~ng may be based. (See
!l 1-9.109-6)

Editorial

The provisions of paragraphs (C) and
(D), as suggested by CODSIA, are for
the most part already incorporated
into the provisions of this section.
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S 1-9.107-5 Clauses for domestic contracts. (cont'd.)

(e) Patent Rights clause - Deferred Determination. (eont'd.)

SUBMITTED BY

CODSIA
(cant'd.)

COM<'lENT

The provision as proposed is unwarranted.. Sec-:
tion l{c) of the Statement is pertinent, and
only requires "intentions of the Contractor to
bring the invention to the point of commercial
applica.tions ..... II Additionally I the Contractor
should not be placed into making a judgment that
properly belongs with the Government.

DISPOSITION RATIONALE

I

j"L 9'
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S 1--9 .. 107-5 Clauses for domestic contracts. (con tt d .. )

(d) License for-States and municipal governments.

(1) When the agency_head determines at the time of contracting that it would not be _in the public interest to
acquire a paid~up license under a subject invention for states and domestic municipal governments, subparagraph (1)
of paragraph (c) in t.he c Lause SE!t forth in !l 1-9.107-5 (a) shall be rE!placE!d with t.he following subparagraph:

(1) The Contractor agrees to and does hereby grant to the Government a nonexclusive, nontransferable, paid-Up
license to make, use, and sell the invention throughout the world by or on behalf of the Government o£ the United
States (including a~y Government agency).

(2) When the agency head wishes to reserve the right to make the determination after the invention has been
identified, SUbparagraph (1) of paragraph (c) in the clause set forth in !l 1-9.107-5(a) shall be replaced with the
following subparagraph:

(1) The Contractor agrees to and does-hereby grant to the Government a nonexclu~ive, nontransferable, paid-
up license to.m?ke, use, and sell the- invent~on throughout the world by or on behalf of the Government of the United
States (including any· Government agency), States, and domestic municipalgovernrnents, unless the agency head determines
after the invention has been identified that it would not be in the public interest to acqui~e the license for- States
and do~estic municipal governments.

SUBMITTED BY

COM-MERCE

CO~'lENT

g 1-9.l07-5(d) (1)(1), line 2, delete jJh,!? and
insert--- each subiect --.

!l1-9.107-5(d) (2) (1), line 2, delete ffihiJ and
insert -- each subject

/30

DISPOSITION

Adopted

Adopted

RATIONALE

It clarifies the sentence ..

I~ clarifies the sentence.



S 1-9.l07~5 Clauses for domestic contracts. (cont'd~)

(d) License for States and municipal governments. (cont'd.)

SUBMITTED BY

CODSIA

COMMENT DISPOSITION

g 1-9.107-5(d) (1)(1), delete ~R~7 and insert Adopted·
Whenever the principal or exclusive rights to
an inventionrernain in the Contractor, the

g l-9.107-5(d) (1) (1), line 3, at end of subpara- Rejected
graph, add the following sentence:

Nothing herein shall mDlv a license to the
Government under any background or third
party patent or be construed as affecting
the :scope of any license or other right
otherwise granted to the Government under
ariy'patent.--.

Any license' other than those under subject in­
ventions,should be provided for specifically_
The proposed language could be construed to
require a Contractor to obtain, if'possible,
licenses under dominating'patents,to which
Contractor has no rights.

RATIONALE

It wo~ld appear to be proper 'to limit
the llcens~ granted to the Government
by the contractor to only those cases
where a patent appLd ca't.Lon is filed
by the contractor.

The proposed statement is meant to
overcome the AMP decision and to
overcome the possible construction
of this provision to require a con~
tractor to obtain rights in dominating
patent owned-by other, parties. The
Committee is studying this matter.
Furthermore, it is not the intent of
this clause to require the contractor
to obtain, if possible, licenses under
dominating patents to which the con­
tractor has no rights.

g 1-9.107-5 (d) (2) (1), line 1, delete lYil'!i7 and
insert -- Whenever the principal or exclusive

rights to an invention' remain in the
Contractor, the --

Adopted· It wouldap~ar to be proper to limit
the license granted to the Government
by the contractor tQ onlY those cases
wfierea patent appllcatlon is filed
by the cOhtractor.

g 1-9.107-5 (d) (2)(1), at end of subparagraph, Rejected
add the following,

Nothing herein shall imply a license to the
Government under any~ackground or third~arty

patent or'be construed as affecting the scope

/3/

The, proposed statement is meant to over­
come the,AMP decision qnd tQov~rcome
the,~oSSlble constructlon ot thlS
provlsion to r~quire a cQntractor to
obtain rights,ln, dominatlng patents
owned by other parties. The Committee
~s studying this matter. Furthermore,



gl~9.107-5 Clauses for domestic contracts~ (cant "d , )

\ t )-,

(d) License for States and municipal governments. (cant "d , )

SUBMITTED BY CO%'!ENT DISPOSITION RATIONALE

,I
,tI~

1i

CODSIA
(cant'd.)

of any license or other right otherwise
qran~ed to the Government under any patent.

Any license,pther than those under subj~ct in­
ventions should be provided for specifically. The
proposed language could be construed to require
a Contractor to obtain, if possible, licenses under
dominating patents to which Contractor has no
rights.

/ :; ).--

it is not the intent of this clause
to require the contractor to obtain,
if possible, licenses under dom~nat­

ing patents to which the contractor
has no rights.



S 1-9.107-5 Clauses for domestic contracts. (cont 'd.)

(e) Right to suolicense foreign governments.

(I) When the agency head determines at the time of contracting that it would be in the national interest to
acquire the right to sublicense-any foreign, government pursuant to.any existing or future treaty or agreement, the
following subparagraph shall be included as subparagraph (2) in paragraph (c) in the clause set forth in S 1~9.107­

5 (a) and the, remaining s-ubparagraphs in paragraph Ic) shall be renumbered accordingly.:

(2) The license specified in (I) shall include the right of the Government to sublicense any foreign govern­
ment pursuant to any existing or future treaty or agreement.

(2) When- the agency head wishes to reserve the right to make the determination to sublicense foreign govern­
ments pursuant to 'any eXisting or future treaty or agr~ernent until after the invention has been identified, the
following ,subparagraph shall be included as subparagraph (2) in paragr'aph (c) in the clause set forth in Sl~9.107­

5{a) and the remaining'subparagraphs in paragraph (c) shall be renumbered accordingly:

(2) The license specified in (I) shall include the right of the Government to sublicense any foreign govern~

ment pursuant to any existing or future treaty or agreement if the agency head determines after the invention has
been identified that it would be in the national inter~st to acquire this right .•

SUBMITTED BY COMMENT

NONE

/33

DISPOS.ITION RATIONALE



91-9.107"';5 clauses for domee.t-tc-icont r act-s • (cant"d.. }

(f) Irrevocable .license to contractor. Whentne' agency decides to qzant; the con-tractoran irrevocable, non­
exclusive, royalty-free .Li.c enae on a subject invention, paragraph (c) in the clause set forth in S 1-9.l07-S(a)
shall be replaced with the following paragraph (d):

Cd) The Government hereby grants to the Contractor an irrevocable, nonexclusive, royalty-free, license on each
suojec t invention for the practice o'f the' invention throughout the United s t a t.es , its territories and possessions,
Puerto Rico, and the District of Columbia. The license shall extend to the Contractor's existing and future
associated and affiliated companies, ~f ~ny, within the corporate structure. of which the Contractor is apart
aDd shall be nonassignable without approval by the agency, except to the successor of that part of the Contractor's
business to which the invention pertains.

SUBMITTED BY COMMENT DISPOSTION RATIONALE

(See S 1-9.107-5('1) of revised
regulation9) ReVlsed lang~age Qrovides
that agenc~es have the opt~on or
granting revocable, nonexclusive
licenses upon request. Also see added
S 1-9.107-5 (f) .

Substantially
adopted

the

Sl-9.107-5(f) sets forth a clause to be included
when the contractor isgrantad an irrevocable,
nonexclusLve, royalty-fre~ license. It is not
policy of the Department to grant irrevocable
licenses.

USDA

COMMERCE S 1-9.107-5(f) delete LParagraph~~et~~n-~fte-e±aaseSubstantially Revised language obviates this comment.
s~t-forth-tn-S-t:~~te7-5iat-shaii-be-repia~ed-w±ehadopted
~RQ_~g~~gW~Rs_parasrapb_~d~;7and insert

subparagraphs (3) and (4)· inparaqraph (d) of
the clause set forth in 1-9.107-5(a) shall be
cancelled and subparagraph (1) shall be
replaced with. the following subparagraph:

S 1-9.107-5(f) (d), delete ~e±7 and insert
-- ill --,

Substantially Revised 'language obviates this comment.
adopted

INTERIOR S 1-9.107-5(:6..), correct- spelling of "license". l\dopted Editorial

DOT II 1-9~107--5(f) ,correc,t spelling of "Lkcenee", Adopted Editorial

/3<-/



S 1-9.107-5 Clauses for domestic contracts. (cont' d.)

(f) Irrevocable license to contractor. (con'd. )

I

~

I

SUBMITTED BY. COMMENT DISPOSITION

NASA The provisions of S 1-9.107-5(a) (d)!l) indicate Adopted
that the Government grants the contractor a
revocable, royalty~free license in subject
inventions even though the con-tractor has not
requested such rights. Section 1-9.107-5(£)
contains alternative provisions wherein the
contractor is granted an irrevocable lice~se

in subject inventions. If alternative paragraph
(f) is used, the effect would be to remove all
utilization reporting requirements from the patent
rights clause, even if the contractor was granted
principal or exclusive rights. Therefore, -aub-r
stitution should be between S 1-9.107-5(f) and
subparagraph (d)(l) of the patent rights clause.

Further, the only choice presented by the FPRi Adopted
with r-eqaxd to licenses granted to. contractors
on sUbject inventions, is that the license be
granted or revoked as a part of the patent
rights clause. The present practice of many
Government agencies is to grant contractors
licenses in subject inventions only after
specific request is made therefor or, in the
case of NASA, to grant such licenses under its
licensing program. When these licenses are
granted under the NASA licensing program, re-
vocation of the license granted to the contractor

I i3"s

RATIONALE

Revised language accommodates the
comment.

Revised language of S 1-9.107-5(g)
permits agencies to grant revocable
license9 upon request.
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S· 1-9.107-5 Clauses for domest..ic- contracts.. (cont.vd , )

, '

(f) Irrevocable license to contractor. (cont'd.)

""
SUBMITTED BY

NASA
(cont'd.)

COMMENT

is pursuant to our licensing regulatio~s rather
than our contract clause. Wewouid recommend
that agencies be permitted to omit the license
granted to contractors from the patent clause and
that the license and revocation provisions for
licenses in these situations be made a dis­
cretionary part of the GSA licensing reguiations.

DISPOSI~ION RATION~A~LE~ _

CODSIA S l-9.l07-5( f}, line 2, delete L1"'17 and Ln.ser t;

-- ill --. (Co~~ection.)

S 1-9.107-5 (f) (d), a Et.e r; the wozds "t.hzouqhout;
the" insert -- world including the _.-. (To.
conform with Statement.)

S 1-9.107-5 (f) (d), line 4, afte~ the woxd "par t "

insert -- together with the right to g~antsub­

licenses of the same scope to the extent the
Contractor was legally obligated to do so at the
time the contract was awarded --.

This will permit the Contractor to comply with a
third party agreement entered into independently
of, and prior to the time of award of, the. ooverrr­
ment contract. Furthermore, the revision will
accommodat-e t hose U. S. organizations which have
foreign plants and subsidiaries which should
r.eceive the Ltcenee,

/3~

Adopted

Substantially
adopted

Adopted

Revised language accommodates the
comment.

Revised language grants contractors
license rights in:all countries where
the Government has filed patent
app~ications.

See rationale to the first CODSIA
comment on page 74.
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8 1-9.107-6 Agencies sUbject to statutory and treaty requirements.

Agencies suqject to specific statutes and to any existing and future treaty or agreement between the United States
and any foreign country shall individually modify the Patent Rights clauses in 81-9.107-5 (a), (b), and (c) to meet
tn~_requirements of such statutes, treaty, or agreement.
(Sec. 205(c), 63 stat. 390, 40 U.S.C. 486(c))

SUBMITTED BY COMMENT RATIONALE DISPOSITION

USDA 8 1-9.107-6 would require the Department to ~odify Commentary
the patent clauses in Section 1-9.107-5(a), (b), and only
(c) to meet the requirements of our governing
statutes.

/37

See S 1-9.107-1(b) as to the effect
of statutes on these regulations.

-~



Effective date. This. amendment is effective

Dated:

, ,

but maybe observed earlier.

,I
-~~
.~~.

SUBMITTED BY COMMENT

"'3 E?

DISPOSITION RATIONALE



COMMENTS WITHOUT' REFERENCE TO SPECIFIC SECTIONS OF PROPOSED REGULATIONS,

SUBMITTED BY COMMENT DISPOSITION RATIONALE

Adopted
in part

JUSTICE
(RYAN)

Generally speaking, a drawback in the proposed
regulation is the breadth of its language in
certain areas in place of the specificity and
detail which we would expect in a regulation
designed to implement, or to enable Government
aqanc Les to implement, the President I 5 s.taternent
of Government Patent Policy. For example, the
regulation should de f Lne "g r eaterrights thana
nonexclusive license I II explaining thee ext-ent; of
"qr ea.t.er rights" in terms of character and dura-
tion and circumstances giving rise to such rights,
it should be more explicit regarding cr.iteria for
agency determinations in the- granting of "greater
rights,U and it should delineate the d.ecision-
making processes more completely. Because of the
Impor t.ance of. these matters,. the Department
presently isstudyinqthe subject of "greater
rights" in an effort to anticipate any constitu.tional
question which might be raised in connection with
such r iqhts and the manrez-of their alloca t ion.

New 81-9.'109-6 provides criteria for
the granting of greater rights as
suggested by the cortiment. Any addi­
tional guidelines on this matter will
require independent consideration by
the co~mittee on Government Patent
Policy separate from the issuance of
this regulation.

f

(WERTH) Frcmthe standpoint' of the Civil Division our con­
cern is that inventions made by contractors in
the pe.rfocmance of Governmentrese-arch and -deve-.
lopment contracts may be used 'at.a later date as
a basis for a, claim aqa i.nst. the Government. This
can be avoided if the Government obtains at least
a nonexclusive license under inventions made in
the course of ar under a contract~

/3~

Cormnentary
only

This is a matter more pertinent.to
agency's administrationpf contract
patent clauses rather than the matter
of disposition of patent rights under
consideration here.



, '

COllMENTS WITHOUT REFERENCE TO SPECIFIC SECTIONS OF PROPOSED REGULATIOOIS (con t t d.,.}

RIITIOOIALEDISPOSe :=I-"O=:N~_====,,--- ~~~. ~_COMMENTSUBMITTED BY

JUSTICE
(WERTH)
(cont'd.)

The problem we have often· encountered is that a
cont.raceor has difficulty separating research
and developrnentalwork performed by him for his
commercial purposes from related work performed
for the Government. This has led many years after
the development took place to conflicts between a
Government agency and a contractor as to whether
or not the Government is entitled to any rights
under, an invention. Another source of conflict is
the- existence of background rights wh~ch the con­
tractor fails to make known to the Government. Tn
result is that improvements made in the performanc
of a Government .contract may not be usable by the
Government without royalty payments because of the
existence of background rights. It is important
that the Government have knowledge of such back­
ground rights if the background rights relate to
one or more objects or purposes of the contract.
It is also important that efforts be made to avoid
confusing inventions made in the performance -of a
contract with.contractor-sponsored research and
development.

The matter of background patent rights
is under stUdy by the Executive
subcormtlittee.

VA We have no objections to the substance of the
proposed FPR 1-9. We did find it somewhat dif~

ficult to follow, and we hope that the format
can be improved to make it more- easily read.

commentary
only

/<'/0



COMMENTS WITtiOUT REFERENCE TO SPECIFIC SECTIONS OF PROPOSED REGUIJ\TIONS. (cont'd.)

SUBMITTED BY COM.'lENT" DISPOSITION R~TIONALE

Comrrrent.ar-y
only

NSF While we have some detailed comments, we would Adopted
like 'to point out our qenenaj. philosophy that the
Foundation. makes grants for research which are in
noseuss procurement nor are they covered by the
Federal Procurement Regulations. Rather, these
grants provide support for research meeting specified
criteria. ~ne essence of the grant form is its
simplicity in the absence of burdensome controls
and requirernentsirnposed on the grantee. There-
fore, we urge that this regulation exclude grants
entirely and that'only procurement by contract be
included.

The existing Foundation practice is to normally
employ a deferred determination patent rights
clause~ We believe that ~~is technique adequately
protects the interests of the Government.

Revised S 1~9.l00 ~akes this subject
oftheFPR optional for grants.

This practice is inconsistent with
the Presidential Statement which
provides for the allocation of patent
riqhts.at the time of contracting in
most situations.

Nowhere in the draft regUlation de we find any
discussion of the policy or the rights which
accrue to either the Government or the contractor
insofar as blocking and fenci;.ng of .pe t en t s., His­
torically, major patents have not been usefUl for
extended periods unleSS significant follow-on
patents in the same field are developed.

Commentary
only

The matter of background patent
is under study by the Executive
committee.

rights
Sub-

In conclusion, we wouLd recommend a carefrtl review Adopted
and rewrite of' the entire proposed r equ.LatLon with in part
a view toward simplifying it and minimizing' the
cross referencing. While it is possible to
understand the implications of these draft .requ.l.a-.
tiens, in a detailed, overaLl reading, the thrust

I'y:/

The regulations have been simplified
concerning nonprofit organizations.
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COMMENTS WITHO~ REFERENCE TO SPECIFIC SECTIO~S OF PROPOSED REGULATIONS. (cont'd.)

SUBMITTED BY COM.'lENT DISPOSITION RATIONALE

NSF
(cont'd.)

still appears to be an overprotective attitude
on the part of the Government which does not
provide encouragement to public of£icials to
carry out the letter, as well as the ~pirit, of
the Presidential Directive. If this regulation
were couched in terms which appeared more positive
and consistent with the introduction, rather than
in a burdensome overqautious manner, earlier
realization of the use of patentable ideas for
the general welfare may be possible.

VA
Pros-thetic &

Sensory Aids

There are a few minor typographical error$.
Underscoring of key words or a tabulation of
alternatives might simplify comparison of the
various options. Presumably there will be
wide public~t¥:in the technical press when this
amendment is introduced, so that research con­
tractors will be, aware of the purpose and the­
options.

SUbstantially
adopted

Revised regUlations provides under·
scoring and tabulation.

Commentary
only

,I

\f1
~l'

,
In the specific field of prosthetics, and
probably in many other areas of biomedical
engineering, patents alone are relatively minor
in accelerating or deterring the availability of
improvements. A syst~matic transition procedure,
coordination 'of research and operational aspects,
and systematic prostheLics education have been far
more effective in bringing research results in
prosthetics into widespread clinical use to
benefit not only disabled veterans but all disabled.

/sLL.-



COMMENTS WITHOUT REFERENCE TO SPECIFIC SECTIONS OF PROPOSED REGULATIONS. (cont 'd.)

" ~",

"

SUBMITTED BY COMMENT DISPOSITION RNI'IONALE

DOD We have reviewed these p ropo s ed YequLat.i.on s .and
find that they follow a pattern similar overall
to the proposed ASPR implementation. However,
our experience indicated a need for certain specie­
fie provisions 'in the ASPR which are not contained
in the FPR and which may not be needed in imple­
mentation of the FPR by other Government agencies.

With respect to the Policy section of FPR 1­
9.107~3, we note that it is taken almost .verbatim
from the President's policy statement, as is the
corresponding ASPR section which includes some
additional paragraphs omitted. in the FPR. The
Procedures section of FPRl-9.107-4 is quite
broad and leaves much .room for further .LmpLe-.
mentation by -the Departments and agencies. We
have found that considerable implementation is
necessary in this area of -the ASPR to suit the
needs of DOD, and expect that most agencies will
f~rtherimplement the FPR.

Commentary
only

Each agency is expected to promulgate
implementing regulations to this
subpart.

The format of the_clauses"in the proposed FPR l~­

9.107-5 differs from the proposed ASPR in providing
a clause with substituted "Disposition of Rights"
paragraphs to accommodate what we call the IITitle,ll
IlLicense," and "Deferred" situations. A "Basic
Clausell with -t.h r ee supplemental clauses to" achieve
the same_purpose is presently proposed for ASPR.
Our review of the- proposed FPR 1-9.107-5 reveals
that there are many areas that are similar or
identical to clauses proposed for ASPR. The
inclosed com~ents are presented for co~sideration

for possible inclusion in the FPR.

/<)L3



COMMENTS WITHOUT REFERENCE TO SPECIFIC SECTIONS OF PROPOSED REGULATIONS.

"

(cont'd.)

SUBMITTED BY COMMENT DISPOSITION RATIONALE

DOD
(cont 'd.)

NACUBO

The proposed ASPR revision is not yet final and
it is expected that there may be some changes
to incorporate or follow some of the FPR coverage.
Any differences will be minor compared with the
degree of uniformity that can be achieved, and
we feel that the objective of avoiding disparity
between patent rights clauses of the different
Government agencies can be substantially attained.

We have long advocated Ehe enlargement and ex­
tension of the FPR to serve as a more cornpre~

hensive guide to the civil agencies and to make
their procedures more consistent. Such guidance
is especially needed -by the newer agencies that
have emerged as a result of recent legislative
and executive action.

The subject of patents has, however, recently been
reviewed in considerable· depth by both legis­
lative and executive sources. The Commission on
Gov~rnment-Procurement has recently completed an
exhaustive study, and its final. report to the
Congress is due within a few short months. In
addition, several years of effort have been
devoted to the subject of patents in colleges
and universities·by the Ad Hoc Subcommittee
on University Patent Policy of the' Federal Council
fbr Science and Technology. We are informed that
the final report of this group LS expected to
'appear shortly.

1'~~

Adopted
in' part

The regulations have been simplified
concerning nonprofit organizations.
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COMMENTS WITHOUT REFEBElllCE TO SPECIFIC SEct= OF PROPQSEP REGULIITIONS. (cont'd.}

,._\

SUBMITTED 3Y ,COMMElllT DISPOSITION RATIONALE

NACUBO
(cont' d.}

DOT

The benefit of these reports will enable the FPR
to assume a much more positive leadership stance.
The great variety of different intentions on the
part of the several agencies makes the use. of
uniform language not only difficult but compara­
tively ineffective. The forthcoming reports should
enable a quality of consistency that will provide
ample compensation for the short delay required.

It is therefOre strongly recommended that FPR
coverage of the patent rights be deferred until
these reports are available.

The Department of Transportation generally favors
the substance of the proposed new FPR Part 1-9
covering the disposition of patent rights under
Government research ahd development contracts.
Connnents and recomroenda.tions have. been furnished
in regard to specific provisions which could be
clarified, reconsidered or supplemented. The
following represents additional suggestions for
changes to the regulat-ions:

Commentary
only

,I

",''~ll

:~

1. Consider use of "Preaward Patent Rights Docu-, Rejected
mentation Checklist ll comparable to the one
used by DOT or DD Form 1564.

/sLS~

See rationale to DOD comment on PQ~,

143.
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C<h'lMENTS WITHOUT REFERENCE TO SPECIFIC SECTIONS OF PROPOSED REGULATIONS. (cont'd.)

SUBMITTED BY COMMENT DISPOSITION RATIONALE

DOT
(cont 'd.)

2. Consider development of a new form comparable
to DDForm 882, "Report of Inventions and Sub­
contractors (Pursuant to 'Patent Rights I Con­
tract Clause)". The DD Form cannot be used
with the proposed FPR revisions without modi­
fication. Contractors are using DD Form 882
on non~DOD· contracts and problems are resulting
from the fact that the form is not designed for
universal use.

Adopted
in part

The invention identification disclo­
sures and reports .section of the Patent
Rights clause specifies that each
agency may issue a form for the sub­
mission of reports a

3. Add additional guideLines or checkpoints to
consider·when selecting patent clauses for
incorporation into contracts.

Not
adopted

Agencies which consider additional
guidelines necessary should include
t~e same in implementing regulations a

I
w

4. Consider rearranging the proposed revision Rejected
into the following paragraphs:
1-9.100 Scope
1-9.100-1 Introduction
1-9.100-2 Patent Rights-Option in the Government
1-9.100-3 Patent Rights-Option in the Contractor
1-9.100~4 Patent Rights-Deferred Determination
1 9.100-5 License for State ~ndMunicipal Govern­

ments
1-9.100~6 Right to Sublicense Foreign Govern­

"rnents
1-9.100-7 License to Contractor
1-9.100-8 Background Patents (See DOTPR

12-9.6105-1)
1-9.100-9 Authorization and Consent (See

DOTPR 12-9.6106)
1-9.100-10 Idemnification (See DOTPR-12~':f:6107)

/}LC

Adoption of the comment would require
the drafting of regulations beyond the
present-work scope of the Implementatior
Subcommittee
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COMMENTS WITHOUT REFERENCE TO SPECIFIC SECTIONS OF PROPOSED REGUI.l\TIONS. (cent' d.)

SUBMITTED BY

DOT
(cent 'd.)

COMMENT

1-9.100-11

1-9.100-12
1~9.100-13

1-9.100-14

DISPOSITION

Agencies Subject to Treaty
Requirements
Record of Decisions
Proposal Evaluation
Licensing and Sublicensing Provisions

RATIONALE

5.. Recommend expanston of the proposed revision Rejected
to include clauses on background rights,
authorization and consent and indemnification
similar to Sections 12-9.6105-12-9.6108 of
the Depal;'tment of Transportation IS Procurement
Regulation ..

See DOT Preaward Patent Rights Documentation
Checkli&t. (Attachment 1 at end of COMMENTS)

/trj

Background patent rights understudy
by the Executive Subcommittee. Draft
of Authorization and Consent and
Indemnification clauses are not within
the present work scope of the Imple­
mentation Subcommittee.



COMMENTS WITHOUT REFERENCE TO SPECIFIC SECTIONS OF PROPOSED REGULATIONS. (cont'd.)

SUBMITTED BY COMMENT DISPOSITION RATIONALE

Conunentary
only

HEW It is HEW's understandin9 that the proposed
FPR clauses are a response to complaints of
inconsistent practices for disposition of
invention rights existing in the departments
and agencies of the Executive.. HEW has 100g
advocated uniform principles of disposition
of inventions arising from Government R&D
contracts. However, it is HEW's opinion, the-
proposed contract clauses do not accomplish that
undertaking-, since there has been no change
in the guide~ines for use of the clauses. It
has been th~ experience of the Department that
after some initial argument as to whether title
to inventions generated in performance of a
DHEW contract should reside in the contractor
or in the Department, there has been little,
if any, controversy over the language to
implement the a9reed-upon disposition.

Absent such controversy, HEW sees litt'i ' "'" ,., ••", ...., ". "R'. '''''0-
justification for substituting the FPR able to all agencies, except DOD, to
clauses for ·the~HEW clauses now in user the extent specified in the Federal
especially in light of the need to re- Property and Administrative Services
educate contractors to new language. Act.

,I

!~\n,
~l'

In addition to duplicating what is already
accomplished by existing HEW clause~, the
FPR clauses carry with them other penalty
and surveillance provisions which are con~

sidered to be inimical to the character of

Adopted

/ '1-9

Short Form Patent Rights clauses for
use with nonprofit organizations omit
penalty and surveillance provisions.



COMMENTS WITHOUT REFERENCE TO SPECIFIC SECTIONS OF PROPOSED REGULATIONS. (cont'd.)

SUBMITTED BY

HEW
(cont 'd.)

COMMENT

university and nonprofit organization contractor~

If there is to be found any value whatever in the
use of the uniform clause language proposed, it
is considered to be outweighed by the need to
utilize such penalty and surveillance clauses,
since they are.believed" to be unnecessary under
the circumstances under which HEW Operates.

DISPOSITION RATIONALE

Conunentary
only

More serious than any of what is noted- above i.s Adopted
the fact that the proposed clauses are to apply
to this Department's grant program. At this
t~, HEW utilizes separate policies, procedures~

and clauses for the disposition of inventions
evolving from grant research. No provision has
been made in the proposed clauses for HEW's
grant patent policy. It is also understood
that the clauses do not reflect the findings of
the Ad Hoc Subcommittee on University Patent
Policy of the FCST.

Further, it appears that the proposed clauses
were drafted for those agencies that administer
large numbers of R&D contracts, ha~e mu~tiple

echelons of review and dispersal of staff, and,
accordingly, have"a lesser degree 0.£ proximity
to the contracto~s with whom they deal. Under
such a set of circumstances, the type of detail
covered in the proposed clauses may be desirab~e

and even neceaaary , But for those agencies
having a single central patent staff, administering
a relatively small number of contracts, and thus

1'-/9

See rationale to the NSF comment on
page 141.

The Patent Rights clauses have been
drafted to specify the rights and
obligations of the parties.



COMMENTS W!Tt!OUT Rm'ERENCE TO SPECIFIC SECTIONS OF PROPOSED REGUL1IT!ONS (cont 'd.}

, '

-----------------------'-----------------,,---
SUBMITTED BY

HEW
(cont'd. )

COMMENT

potentially in closer contact with its con­
tractors, the proposed clauses will act to
preclude sensitive jUdgments on individual
fact situations.

DISPOSITION

/.S-ZJ

RATIONALE
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ATTACHMENT #1

DEPARTMENT OF TR."NSPORTATIO~

PREAWARD PATENT RIGHTS DOCUMENTATION CHECKLIST
(COMPARABLE TO DD FORM 1564)

~ne Preaward Patent Rights Documentation Checklist set forth below shall be~sed in. determining the appropriate
'P~tent Rights clause to be ~heorporated in a request for, proposaTs in procurements involving experimental, deve­
lopmental~ or research worka The Checklist shall be made a part of the contract file.

CHECKLIST

Procurement Identificat-ion: _ ,_ _
Purpose of Proposed procurement:. ••.•••••••.•.•..••

1. Is a pr-Lnc IpaLvpunpoae of the proposed contract, either by itself or as one of a seri.es of
contracts, to c r eat.e , develop 'or improve an end Lt.em intended for use in the civilian economy'z L

9.6102(a)(1).) Yes No ~

directly related
(See DOTPR 12-

If "Ye's", identify' the end item and briefly describe its intended use in the civilian economy.

1

I'f "Yes", .Ldent-i.Ey sucp,p~rip.cl.pa.l-pu:r::poseof .the contract andvbr-LefLy describe its relationship to the public
health, or public 'safetYI 'or -p"~blic wei_farce.

3.1sa priqcipal ?urpose of the contract exp~oration into a field directly concerned w~th public health, :publ~c

safety, or public weLfare (as distinguished- from items predominantly' of. mL'l Ltiazy concern)? (see OOTPR '12-9.6102 (a)
(2).J Yes No _

If '.'Yes", identify the end Lcemend cite applicable. regul-ation. (See DOTPR 12-9.6102 (a) (1).

directly_ related
publicbya Gov-

a series of
the general

one 0'£
use by

se of
0'0 or

2. Is a principal
contracts. to create,
ernment regulationJ

,
,~i.ll
~'

The contract or series of contracts _need not necessarily require delivery'or the end item. The end item may be a
product I a process or .datia, -,

2 Examples in thee-public welfar,e category would include weather modif'ication or .cont-re t ..
/ -:"/-'

/$?
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CHECKLIST (cont'd.)

4. Is the contract for pro.curement in a field of science, ortechnoloSY inwhicn there has been little significant
experience out.e.Ide of work funded by the Government? (See DOTPR 12.-9.6l02(a) (3).) xes No

If uYes", briefly describe such field.

5. Is the contract for- pr-ocur-ement; in a f LeLd of sc i ence or- technology in which the Government has been the
principal developer of the field?3 (See DOTPR" 12-9.6102(a) (3) .) Yes _ No ~ _

If "Yes 'I., br_iefly describe such tield.

6. If the answer to' either 4 or 5 is "Yes", would tihevcorrt.nactiox be likely to get a preferred or dom-lnen t;

merical position in that field if he were permitted to acquire title to inventions-made under the contract?
DOTPR 12-9.6102 (a) (3).) Yes No ~

Explain the answer.

com­
(See

7. Does the contract require
research or production facility
(See DOTPR 12-9.6102(a)(4)(A).

that the
and (ii)
Yes

contractor both (i) provide services for operation cfa Government-owned
perform experimental, developmental.or research work at that facility?

No

8. Does
the normal
interes·t?

the contract require the contractor to 'coordinate ~nd direct
contractor-subcontractor re-lationship) which might result'in
(See DOTPllc 12-9.6102 (;,)(4)(13).) Yes . No

the' work of
a potential

others (as distinguished from
6rganizatio~al ~onflictof

-If "Yes II , explain briefly why such a potential conflict 'of ,interes,t is corrs.Ldered vto .exds.t; ,

(Typed Name, Office and Si9nature of ,Person
Completing this Form)

3 The mere 'fact 'that "the Government has been or is the p.rLncdpa L funder or developer of a apec iffo pkce of hardware
does not necessarily make the Government the pr-Lnc i.paL funder or deVeloper in a field of science or technology
which encom?asses.the piece of hardware~

IS)....
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CHECKLIST (cont'd.)

The Patent Rights (Title) Clause, DOTPR 12-9.,6102 (c ), wiLl will not _~__

(Give reaso~sfor determinatio~~)

be used in the soliditation.

(Typed Name and Signature of contracting Office;r
or.Representative)

/~-3



DEPARTMENf OF TR~NSPORTATION

Cr..'>USES FROM DOTPR REFERRED TO IN DOT COMMENTS

S 12-9-..6~03...,.1 Contract. clause..

BACKGROUND PATENTS (LICENSE)

(a) "Product" as__ ueed herein mea-ns a p rooes s , machine I article of. manuf'ac.t.ure ivoz composition of matter the same
as', or substantially the same .as, that worked on under the contract.

(b) "Background patient;" as used herein means anyU .S. patent, 'under which the Contractor has the right to license
others" and which covers the manufec t.ur-e, use or .aaLe of any product.

(c) When the 8e.cretary determines:
(I) That a -product is required.bY members of~the public. in the interest of the public health, safety, or

welfare: and
(2) That neither' the contractor, nor any other person. deriving rights from his patents, has produced the

product. a't; a r eaaonab'l.e price, insuff-icient quarrt Lt.y , and at a level ofgualityro:meet,pub1ic needs;

the cont.xeccorvshaLt , .on wr itten appLf.cet; Lori ,.' issue appropriate licenses to other,s under any Background Patent on
r.easonable terms, such Ld.censes to be r-e s t r Lot.ed. to the production,..sale,. and, use of ·the product.

(d) When the secretary has made the determination s:et 'forth in Ce) above. tbeContractor (or those deriving
rights from theContractorl shall not seek injunc.t-iverelief. to enforce a Back.ground·Pa,tent without:

(1) Previously advising the General ..CounseL, Office of the Sec.ret.er-y.. Department of Transportation;
(2) Grant'ing. the, oovernmen t the right to intervene in the .i.n junct.Lon proce.ed.ing; and
('3.) Disclosing the commitment set. oue. in this clause. to the cour-t £rom which the .Ln j unc ti Lon is sought.

S 12~9.6106 .~uthorizatio~ and consent.

(a) Under 28 U:'$ •.C.. 149B, any su:Ltfor, infringement of a ·U'.S.· p.atent ba.sedonthe. manufac,tureor use .by or ·for the'
United State.sof 'an invention described in..an9-"~,covered by aipat.ent; 0.£ the, un Ltred. St'ates :bya contractor or by a
subcontrac.tor {Lnc.Luddnq . lower-tier auboont.ract'o.rs I c~n be maintained only against the. Government, in .the Court of
CUrims and not a'a:airist the cOI'i'tractoro:r:;,.:'subcontractor ..· in thos,a, casee whene tihe- Government has authorized OJ:;

/....ry
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DOTPR CLAUSES (cont'd.)

consented to the manufacture or use of the patentedinventioh. Accprd1~Jly, to insure that ~orkby a contractor or
subcontractor under a Government contract may not be enjoined by reason of patent infringement, authorizationanq
consent shall be given as herein provided. The liability of the Government for damages in any such suit aga~nst:it

may. however, ultimately be borne by the contractor or subcontractor in accordance with the terms of any patent
inde~~ity clause also included in the, contrac~, and an authorization and consent clause does not detract from any
patent indemnifica-tion c9mmitment by the contractor or subcontractor. Therefore, both a patent indemnity clause and
an authorization and, consent clause may be included ·in the same contract.

(b) Contracts -shall not incluqe any provision whereby the Government-expressly agrees to 'indemnify the contractor
against 1iabiltyfor- patent infringement.

(c) An authorization and consent clause shall not be used in contracts where both complete performance and delivery
are to be used outside the United States, its possessions, or Puerto Rico.

S 12...,.9.6106-1 Authorization and' consent in contracts for supplies or services.

The contract clause set forth below may be included in all contracts- for supplies or services (including __ construction
or architect engineering work; except:

(a) When prohibited by !l 12-9.6106(c); or
(b) In contracts for 'experimental, developmental, or 'research work in which the clause of S'12...,.9.6106-(2) is

required.

AUTHORI~~TtO~ AND CONSENT

The Government hereby gives its' authorization and ,consent (without prejudice to any rights of indemnification) for
all use and manufacture, in the performance of this 'contract or- any part hereof or any amendment hereto or any
subcontract hereunder (including any lower-tier subcontract), of any invention described in andc-overedby a patent
of the u~ited States (iJ embodied in ~~e structure or co~position of any article the delivery of which is accepted
by the Government under thi~ contrac~, or (iil utilize~ in the machinery, tools, or methods the use of which nec­
essarily results -fr om compliance by the Contractor or ,the 'Using subcontractor with (a) specifications or written
provisions pow or 'hereafter forming a part o£this contract, ·or (b) specific written instructions~givenby the
Contracting Officer directing the manner of performance. The entire liability to the Government for infringement
of a patent of the United States shall be determined solely by the provisions of the indemnity clauses, if any,
included in this contract or any subcontract hereunder (including any lower-tier 'subcontract), and the Government
assumes liability for all other infringement-to the- extent of the authorization and consent hereinabove granted.

/s-,j
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DOTPR CLAUSES (cont'd.)

S12-9.6106-2 Authorization and consent in. contracts for research and development.

Greater latitude in the use of patentedinventi6hs may ,be neces sary in a contract for experimental, deveLopmen t.aL,
or research wc'rki.t.han in. a contract for supplies. UriLe-sa prohibited by S 12-9.6106(c}, the clause set forth below
shall be' Lnc Iuded in:"all conexec'cs. calling exclusively for experimental,developrnental, or research work, and maybe
included i~ contracts ca·l1ingforboth·s~ppliesand experimental, developmental, orre$earch work where the latter
work is a. primary purpose of the contract. ,In all other contiactsfor both supplies and cexpe r Imenf e l. ,developme,nta1,
or research work, the Authorization and Consent clause of S 12-9."6106 1 shall be used. If the clause se't. forth below
is included ina contract, the clause in g 12-9.6106-1 shall not be iricluded.

AUTHORIZATION AND CONSENT

The Government hereby gives its authorization and consent for all use and manufacture of any invention described in
and covered by apateht of the united States in the performance of this contract or any part hereqfor any amendment
hereto or any subcorrtracthereunder (including any ~ower-tier subcontract).

S 12-9.6107 Pa.t.en t; -- indemnification of Government by contractor.

In order that the. Government may bereimbursed,for.liability for patent infringement a~ising out of or resulting
from the performance, of construction contracts or contracts for supplies which normally are or have been sold or
offered for sale to the publi~ in' the cOTh~ercial:open.market or which' are the same' as such suppli~s' with a relatively
minor modification thereof, a clause providing for indemnification of the Government is to be included in such
contracts in accordance with the instructions" set forth below. A patent indemnity ~lausesha11notbe used in
contracts:

(a) Where the:" Authorization and Consent cLeuse of 8 12-9.6106-2 applicahle to research and" deve Lopmentivcontiract.a .
'Ls.vautibo.rized , except that in'contracts caLl.Lnq also for supplies of the kind described above, a patent' indemnity
c Lauae ma.yvbe used" wl t.h Ye.spec t; to such s.upp Lt.es.r

/S?
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DOTPR CLAUSES (co~t'd.)

(b) Wnere the contract is for supplies which clearly are not or have not.been sold or offered for sale to the
pubLic in the commercial open market. However, even in the foregoing instance, a patent indemnityclause.m~y.be

included where (1) in the case of contracts tope.awarded by formal ·advertising it is desired to obtain an indemnity
as to specific components or spare' parts so sold or offered for sale, in which case the clause shall be modified
pursuant to S', 12""':'9.6107-:1 (b); or (2) in thece:tse of contracts to be awarded either by formaladvertisingo,r
negotiation, a patent owner contends that the prospective procurement would infringe his patent and the low bidder
or offeror is willing to indemnify the Government as to such patent ,either (i) without increase in price on the
basis: that the patent .-is invalid or not Ln f r Lnqed , or (ii) for .other good reasons;

(c) Where .bot'h performance and delivery are to 'be' outside' t.h e- Un Lt.ed States, its possession, or Puerto Rico,
un Le as the contract indicates that the supplies _are u Ltima t e Ly to be sh Lpped into the United States, itspossession:s,
or Pue.rto Rico, in which case the instructions of S12-9.6107~1 or S 12-9.6107-3 are applicable; or

(d) Where the contract is for an amount of $5,0-00 or less, except that, as a matter of administrative convenience,
the clause need not be' deleted where it is a part of a standard from being used for contracts of $5~OaO or less,
since it is self~deleting as to such contracts.

S' 12-9.6107-1 Patent indemnification in Eorma LLy advertised contracts--cornmercial status predetermined.

(a) Except as 'prohibited by§ 12-9.6107, the clause set forth below is appropriate in formally advertised con
struction contracts and shall be included in formally advertised contracts for supplies when it has been de,termined
in advanCe of issuing the invitation for bids that the supplies (or suchsuppl.ies apart from. relatively minor
mOdifications to be made thereto) normally are or have been sold or offered for sale by any supplier to the public
in t4e commer¢ial open market.

P1\TENT .INDEMNITY

If t.he amount of this contract is in excess of $5 i 000, the contractor shall indemnify the 'Gqvernment end its of­
ficers, agents,. and employees aqa Lns t; liability, including costs r for Ln.Er i.nqemen t; of any U.8. letters patent (ex­
cept letters patent issued upon an application which is now or may hereafter be. kept secret or, other~isewithheld

/S7



DOTPR CLAUSES {cont..' d. ) -5-

i
,:

from issue by order of -the' covexnmen.t j arising out of the manufacture o r delivery of s'.lpplies or out of construction,
a Ltieza t.Lon , modific?"tion,or repair of real property (her et.naft er- referred to as "construction work") under this
co~tract, or out of the use or disposal. by or for the accoant of the Government d£ sllchsupplies or construction
work. The foregoing indemnity shall not apply unless the Contractor shall have been informed as soon as practicable
by the Government of the suitor action alleging such infringement., and shall have been given such opportunity as it
.Ls afforded by applLcab l e laws', rules i or regulations to participate in the defense thereof; and Eur t.he r .. such in­
demnity shall not apply to: (i) An infringement resulting from compliance with specific written 'instr~ctions of the
Contract.ing Officer directing a change in the supplies, to be de Ld.ve r ed.vo n in trhe materials orequipmen.tto be used,
or 'direc,tinga manner of pe-rformance of the contract not normally used by ,theContrac.tori(ii) an ~nfringementre­

salting from addition to, or change in, such supplies. or compenents furnished or construction work performed which
addition or change was' made subsequent to delivery or performance by the. Contract~ri or (iii) a claimed infringement
which is settled without the consent of the con t rec.t.o r , unless req?iredby final decree of ac;:ourt of competent
jurisdiction.

(b) Where a supply contract calls in partfoI.': specific components or spare parts which normally are or have been
sold or offered for sale by any supplier to the public in the commercial open market, or such items with relatively
minorrnodifications,the 'Patent IndenL~ity clause of paragraph (a) of this section shall bernodified by adding to
the end of the claus.e either of the following sentences:

9 12-·9'.6107~2 Patent indemnification in neqot.Labed contracts.

(a) A patent indemnity clause is not required to be included in negotiated contracts, but.tmay .beincluded (I} in
negotiated construction contracts, (2) .as aut.hor Lzed vi.rr 9 12,:'9.6107(b-) (2), and (3) in negotiated contracts .for
s.uppl·ies where such supplies normally are or have been sold or offered. for, sale to the public in the commercial open
market, ora.re' such .aupp'Li.ea .with relatively minor mod Lf Lca t i.ons made uher.eto , Ordinarily, the contracting, officer,
in ooneu.Ltia t Lon with tihe. contractor, should be abLevtro determine'whethe.rthe supplies. being purchased normally are on
sale or have been soldoI' offe~edfor sa~e to the public in the commercial open.market.

/2:>'7
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DOTPR CLAUSES (cent'd.)

(b) Subject to the foregoing and to the prohibitions in 8 12-9.6107, the clause set forth in 8 12~9.6017-1(a} is
approved for use in' negotiated contracts for construction work or supplies.

(c) Where a supply contract calls in part for specific components or spare parts which normally are or have been
sold or offered for sale to the pU~lic in the commercial open market, or such items with relatively minor mOdifica­
tions, the patent indemnity clause of 8 12-9.6107-l(a) shall be modified by adding to the end of the clause either
of the following sentences:

•
The foregoing shall not apply to the following:
the PatentIndemn i ty c Lauae , )

(Specific.ally identify the items to 'be excluded from

er
The foregoing shall apply only to the following: (Specifically identify the items to which the Patent
Indemnity clause applies.)

8 12~9.6107-3 Waiver of indemnity ~y the Government.

In the event'that it is desired to exempt ODe or more specified O.S •.patents from the patent indemnity clause of
S 12-9.6107-1, aucho.r Lt.y ah a Ll, firbe be obtained from ·the head -o f the agency and the f.allowing clause shall be
included in the contract, in addition to the patent indemnity ,clause.

WA IVER OF INDEM.'lITY

Any pzov a.s i.on of this contract to the contrary notwithstanding, the Government hereby' author-izes and. consent's to
the use and manufacture, solely in the performance of this contract,. of anyinve~tion covered by ~he U4~.patents

identified and listed below, and waives indemnification by the Contractor with respect to such patents: (Iden­
tify the patents by number- or by other means if 'more. approp.r La t.e . }

8 12-9.6108 Notice and assistance4

The Government should be notified by the contractor of all claims of infringement in connection with the perfoDmance
of a Government contract which come to the contractor 1 s et t ent Lon ; The contractor should also assist the covexnmerrt,',
to the extent of evidence and information in the possession of the .con'tr a'c t.o r , in connection. with any .auLti caqa Ln a.t;

/2>/



...""

-7-

DOTP~ C4~USES (cont'd,)

the Government, or any claims against the Government made before suit has been ,instituted, on account of any alleged
patent or copyright infringement arising out of or resulting from the per~orrnance o£ the contract~ Accordingly,
the clause set forth in FPR 1-7.101-13 shall be in~luded in all contracts in excess of.$lO,OOO for supplies, con­
struction, or experimental, developmental, or research work: Provided; That the cl'ause shall not be included in
cOntracts:

(a) Where both -performance and delivery are to be outside the United states, its possessions, or Puerto Rico,
unless the cont.rac t, indicates that the supplies axe u Ltri.met e Ly vt.crbe ah Ipped into the United s t.aces , its posaeee Lons,
or Puerto Rico; or' -

(b) Of_~lO,OOO or less, except that as a matter of administrative cOhvenience, the clause need hot be deleted
when it is a part of a standard form being used for such contracts, since·it is self~deleting.

/~



ATTACHMENT NO. 2

DEPARTMENT OF HEALTH, EDUCATION, AND WELFARE

PROCUREMENT

3-7 -cContractClauses

Subpar~3-7.52 Patent Righ~s

S·3-7.5200
S 3-7,5201

S 3-7.5200

Scope
Patent Ri;ghts

Scope-

,:'"~!

This subpart contains a prov:is-ion which may be- added to any research contract as subparagraph .(g) of clause .',20,
Patent Rights, a-f. General. Provisions HEW-al3 1 314'i 315, and 31,u,. when requested by a prospective contractor ..

S' 3~7.5201 Pa~ent.Rights

The Government shall grant. the. Contractor anonexclus-±ve and royalty,-free: I'Lcenae vt.o vpr-ac t Lca throughout the world
any such invention, provided that the Contractor r~quests sU9h a license in ~riting'~ot~~ater than one year after
termination of this contract... Such license shall extend to the Contractor and its existing and future associated
companies, i£ any, within .tihe. corporate structure of which the cont.rector is a part and shall be .assignable to the
successox of that par,t of·the contractor's' business to which such invention pertains. Such license may be revoked
at any time after three years from~ the date of the U.S. pa~ent issued on the invention .upon a finding by the
Assistant Secretary (Health and Scientific Affairs) that, the licensee:has not taken effective steps to bring the
invention to the point of practical application, and further, that such revocation is necessary to more effectively
serve thepuplic interest and.. is otherwise reasonable under the circumstances ..

.c>





UNITED STATES OF AMIORICA

GENERAL SERVICES ADMINISTRATION

Federal Supply Service
Washington, DC 200106

May 9, 1972

Dear Sir:

Enclosed for your review and comment is a proposed amendment of the
Federal Procurement Regulations (FPR) regarding the disposition of
patent rights under Government research and development contracts.

At our request, the proposal was developed by the Implementation
Subcommittee of the FCST Committee on Government Patent Policy and
was forwarded to us for coordination with Government agencies and in­
dustryby the Executive Subcommittee of the Committee.

Comments received will be reviewed by the Implementation Subcom­
rn.i.tte e which will r e cornrriend revisions of the proposal that it considers
desirable and appropriate. Subsequently, a revised proposal will be
reviewed by the Executive Subcommittee and the full Committee prior
to issuance in the FPR.

Your views on this proposal, in duplicate, by July 7, 1972, will be
appreciated. Questions should be directed to Mr. O. A. Neumann,
Executive Secretary, FCST, Committee on Government Patent Policy
(Telephone: 557-2190).

jQ~~
Sincerely,

()Pr
PHILIP G. READ
Director, Federal Procurement
Regulations Division

.r>:
Enclosure

Keep Freedom in Your Future With U.S. Savings Bonds
,

C- ~ ~ ~ . _



TITLE 41 - PUBLIC CONTRACTS AND PROPERTY MANAGEMENT

CHAPTER 1 - FEDERAL PROCUREMENT REGULATIONS

DISpOSITION OF PATENT RIGHTS

This amendment of the Federal Procurement Regulations prescribes

policies, procedures, and appropriate contract clauses concerning the

disposition of rights in inventions, which enable the Government a ge nc ie s

to implement the President's Statement of Government Patent Policy

(36 F.R. 16887, August 26, 1971).

The table of parts is revised to acid the following entry:

1_ 9 Patents, Data, and Copyrights.

Part 1- 9 is added which reads as follows:

PART 1-9 - PATENTS, DATA, AND COPYRIGHTS

§ 1- 9.000 Scope of part.

SUBPART 1-9.1 - PATENTS

Sec.
1-9.100
1-9.101
1-9.102
1-9.103
1- 9.104
1-9.105
1-9.106
1-9.107
1-9.107-1
1-9.107-2
1-9.107-3
1-9.107-4
1-9.107-5
1- 9 .107-6

Scope of subpart.
[Reserved]
[Reserved]
[Reserved]
[Reserved]
[Reserved]
[Reserved]
Patent rights under contracts for research and development.
Introduction.
[Reserved]
Policy.
Procedures.
Clauses for domestic contracts.
Agencies subject to statutory and treaty requirements.
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PART 1-9 - PATENTS, DATA, AND COPYRIGHTS

SUBPART 1-9.1 - PATENTS

§ 1-9.100 Scope of subpart.

This subpart sets forth policies, procedures, and contract c laus o s with

respect to inventions made in the course of Or under a contract, a g r e errierrt.,

grant, or other arrangement or subcontract entered into with or for the

benefit of the Government where a purpose is the conduct of experimental,

developmental, Or research work.

§ 1-9.101 [Reserved]

§ 1-9.102. [Reserved]

§ 1-9.103 [Reserved]

§ 1-9.104 [Reserved]

§ 1-9.105 [Reserved]

§ 1-9.106 [Reserved]

§ 1- 9.107 Patent rights under contracts for research and development.

},

'\

§ 1-9.107-1 Introduction.

On August 23, 1971, the President promulgated a Statement of Government

Patent Policy (36 F.R. 16887, August 26,1971) applicable, subject to

statutory requirements, to all executive departments and agencies which

comprises a revision of a prior Statement of Policy (28 F.R. 10943,

October 12, 1963). Essentially, the goals of this Statement of Government

Patent Policy are to provide criteria for determining the disposition of rights

in inventions resulting from federally sponsored research and to promote the

(·~,xpeditiousdevelopment of such inventions to the point of practical application

2
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TITLE 41 - PUBLIC CONTRACTS AND PROPER.TY MANAGEMENT

CHAPTER I - FEDERAL PROCUREMENT REGULATIONS

DISPOSITION OF PATENT RIGHTS

This amendment of the Federal Procurement Regulations prescribes

policies, procedures, and appropriate contract clauses concerning the

dispos ition of rights in inventions, which enable the Government agencies

to implement the Pres ident' s Statement of Government Patent Policy

(36 F.R. 16887, August 26,1971).

The table of parts is revised to add the following entry:

1- 9 Patents, Data, and Copyrights.

Part 1- 9 is added whic h reads as follows:

PART 1-9 - PATENTS, DATA, AND COPYRIGHTS

§ 1-9.000 Scope of part.

.SUBPART 1-9.1 - PATENTS

Sec.
1-9.100
1-9.101
1-9.102
1-9.103
1-9.104
1-9.105
1-9.106
1-9.107
1-9.107-1
1-9.107-2
1-9.107-3
1-9.107-4
1-9.107-5
1-9.107-6

Scope of subpart.
[Reserved]
[Reserved]
[Reserved]
[Reserved]
[Reserved]
[Reserved]
Patent rights under contracts for research and development.

Introduction.
[Reserved]
Policy.
Procedures.
Clauses for domestic contracts.
Agencies subject to statutory and treaty requirements.

-



PART 1-9 - PATENTS, DATA, AND COPYRIGHTS

SUBPART 1-9.1 - PATENTS

§ 1-9.100 Scope of subpart.

This subpart sets forth policies, procedures, and contract clauses with

respect to inventions made in the COurse of or under a contract, agreement,

grant, or other arrangement or subcontract entered into with Or for the

benefit of the Government where a purpose is the conduct of experimental,

developmental, or research work.

§ 1-9.101 [Reserved]

§ 1-9.102 [Reserved]

§ 1-9.103 [Reserved]

§ 1- 9.104 [Reserved]

r: § 1-9.105 [Reserved]

§ 1- 9.106 [Reserved]

§ 1- 9.107 Patent rights under contracts for research and development.

,

§ 1- 9.107-1 Introduction.

On August 23, 1971, the President promulgated a Statement of Government

Patent Policy (36 F.R. 16887, August 26, 1971) applicable, subject to

statutory requirements, to all executive departments and agencies which

comprises a revision of a prior Statement of Policy (28 F.R. 10943,

October 12, 1963). Es sentially, the goals of this Statement of Government

Patent Policy are to provide criteria for determining the disposition of rights

in inventions resulting Lrorn federally sponsored research and to promote the

expeditious development of such inventions to the point of practical application

2
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so that the public can benefit from early civilian use of the inventions.

Within prescribed limits, the policy now gives agency heads greater latitude

to grant such additional rights to Government- sponsored inventions, as are

deemed necessary to encourage c ornrrie r c ia.I use of the inventions.

§ 1-9.107-2 [Reserved]

§ 1-9.107- 3 Policy.

(a) The Government shall normally acquire or reserve the right to acquire

the principal or exclusive rights throughout the world in and to any inventions

made in the course of or under a contract where:

(1) A principal purpose of the contract is to create,develop, or irri-

prove products, processes, or methods which are intended for commercial

use (or whith are otherwise intended to be made available for use) by the

general public at home or abroad, or which will be required for such use

by gove.rnmental regulations; or

(2) A principal purpose of the contract is for exploration into fields

which directly concern the public health, safety, or public welfare; or

(3) -The contract is in a field of science or technology in which there

has been little significant experience outside of work funded by the Govern-

ment, or where the Government has been the principal developer of the field,

and the acquisition of exclusive rights at the time of contracting might collier

011 the contractor a preferred or dominant po s ition; or

(4) The services of the contractor are:

(i) For the operation of a Government-owned research or produc-

tion facility; or

3
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€ii) For coordinating and directing the work of others.

In exceptional circumstances the contractor may acquire greater rights

than a nonexclusive license at the time of contracting where the head of the

department or agency certifies that such action will best serve the public

interest. Greater rights may also be acquired by the contractor after the

invention has been identified where the head of the department or agency

determines that the acquisition of such greater rights is consistent with the

intent of this paragraph (a) and is either a necessary incentive to call forth

p r lvate risk capital and expense to bring the invention to the point of practical

application or that the Government's contribution to the invention is small

compared to that of the contractor. Where an identified invention made in

the course of or under the contract is not a primary object of the contract,

greater rights may also be acquired by the contractor under the criteria 0'£

(cl, below.

(b) In other situations where the purpose of the contract is to build upon

existing knowledge or technology to develop information, products, pro-

cesses, or ~ethods for use by the Government, and the work called for by

the contract is in a field of technology in which the contractor has acquired

technical competence (demonstrated by factors such as know-how, experience,

and patent position) directly related to an area in which the contractor has

!
,I

an established nongovernmental commercial position, the contractor shall

normally acquire the principal or exclusive rights throughout the world in

and to any resulting inventions.

"r"---".
I
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(c) Where the commercial interests of the contrac;torare not sufficiently

established to be covered by the criteria specified in (b), above, the dete r-

rn ina ti.on of rights shall be made by the agency af.te.r the irive.nt ion ha.s vbeon

identified, in a manner deemed most likely to s erve the public interest as

expressed in this policy, taking particularly into account the intentions of

the contractor to bring the invention to a point of commercial application

and the guidelines of (a), above, provided -that the agency may prescribe

by regulation special situations where the public interest in the availability

of the inventions would best be served by permitting the contractor to acquire

at the time' of contracting greater rights than a nonexclusive license.

(d) In the situations spec ifiedin (a) and (b ),above, when two or more

potential contractors are judged to have presented proposals of equivalent

merit, willingness to grant the Government principal or exclusive rights

in resulting inventions will be an additional factor in the evaluation of the

proposals.

(e) Whenever the principal or exclusive rights in an invention remain

in the contractor, the Government shall normally acquire:

(1) At least a nonexclusive, nontransferable, paid- up license to make,

use, and sell the invention throughout the world by or on behalf of the

Government of the United States (including any Government agency) and

States and domestic municipal governments, unless the agency head deter-

mines that it would not be in the public interest to acquire the license for

the States and domestic municipal governments; and

5
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(2) The right to sublicense any foreign government pursuant to any

existing or future treaty or .agreement if the agency head determines it

would be in the national interest to acquire this right; and

(3) The principal or exclusive rights to the invention in any country

in which the contractor does not elect to secure a patent.

(f)·· Whenever the principal or .exclusive rights in an invention are acquired

by the Government, there may be reserved to the contractor a revocable or

irrevocable,nonexclusive,royalty-free license for the practice of the inven­

tion throughout the world; an agency may reserve the right to revoke such

license so that it might grant an exclusive license when it determines that

some degree of exclusivity may be necessary to encourage further develop­

ment and commercialization of the invention. Where the Government has a

right to acquire the principal or exclusive rights to an invention and does not

elect to secure a patent in a foreign country, the Government may permit

the contractor to acquire such rights in any foreign country in which he

elects to secure a patent, subject to the Government's rights set forth in

(e), above.

§ 1-9.107-4 Procedures.

(a) Selection of patent rights clause.

(1) Whenever a contract has as a purpose the conduct of experimental,

developmental, or research work, the agency shall apply the policy in

§ 1- 9.107 - 3 to the contracting situation and shall include in the contract the

Pa t e nt rights clause in § 1-9.107-5(a), (b), or (c), as appropriate.
/~
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(2) The clause in § 1-9.107-5(a) provides the Government with the

right to acquire title in and to any invention made in the c o urs e of Or under

the contract, subject to the reservation to the contractor of a nonexclusive,

r.evocable, royalty-free license; however, the agency may, permit the contrac-

tor to obtain greater rights than a nonexclusive license after an invention

has been identified if certain criteria are met. The agency shall include

this clause in a contract whenever it det.c r-mtne s that the work to be performed

under the contract falls within § 1-9 .107-3(a). In exceptional circumstances

this clause may be modified to provide the contractor with greater rights

than a nonexclusive license when the agency head determines that such

action will best serve the public interest.

(3) Whenever the agency d e'te'r-rrrirres that the work to be performed

under the contract comes within § 1-9.107-3(b), it shall include in the con-

tract the clause in § 1-9.107-5(b). This clause provides the contractor

with the right to acquire title to any resulting invention and for the Govern-

ment to acquire a paid-up license and the additional right to grant sublicenses.

(4) The clause in § 1-9.107-5(c) provides that the determination of

rights in any invention made in the course of or under the contract shall be

made by the agency after the invention has been identified. The agency shall

include this clause in the contract whenever it determines that the work to

be performed under the contract comes within § 1-9.107-3(c), provided,

however, that the agency may prescribe by regulation special situations where

the public interest in the availability of inventions resulting from such work

7
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would best be served by permitting the contractor to acquire at the time

of contracting greater rights than a nonexclusive license.

(b) Record of decisions. The agency shall record the basis of its deci­

sion whenever it clc tc rrr.lnc s that a contract falls within § 1-9.107-3(a), (h),

Or (c). The agency shall also record the basis of its decision when it deter­

mines that exceptional circumstances are present in a contracting situation

or that the contractor shall a c qui r e greater rights than a nonexclusive

license pursuant to § 1-9.107-3(a) or (c).

(c) License for States and municipal governments. Subparagraph (c){l)

in the clause set forth in § 1- 9 .107- 5 (a) provides that the Government shall

acquire a paid- up license for States and domestic municipal governments for

any invention made in the course of or under the contract. However, the

agency head may determine at the time of contracting that it would not be in

the public interest to acquire the license, or he may reserve the right to

make such determination after the invention has been identified. When the

agency head makes or reserves the right to make this determination. sub­

paragraph (c) (1) shall be replaced with the appropriate subparagraph in

§ 1-9.107-5(d).

(d) Right to sublicense foreign governments. Paragraph (c) of the clause

set forth in § 1-9.107-5(a) does not provide the Government with the right to

grant a sublicense for any invention, made in the course of or under the con­

tract, to any foreign government pursuant to any existing or future treaty Or

agreement. The agency head may determine at the time of contracting that

it would be in the national interest for the Gove r nrrient; to acquire such right,

8
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or he may reserve the right to make such determination after the invention

has been identified. When the agency head makes or reserves the right to

make this dete r m inati on, the appropriate subparagraph in § 1- 9.107 - 5 (e) shall

be included as part of paragraph (c) in the clause set forth in § 1-9.107-5(a).

(e) License to contractor. In paragraph (d) in the clause set forth in

§ 1-9.107-5(a), the contractor is granted a revocable, nonexclusive, royalty-

free license on each invention, made in the course of or under the contract,

for practice of the invention in this country. The agency may, however,

grant the contractor an irrevocable. nonexclusive, r oya.l tyv f r e e domestic

license. When the agency decides to grant such license , paragraph (d) of

§ 1-9.107-5(a) shall be replaced with paragraph (d) of § 1-9.107-5(f).

§ 1- 9.107- 5 Clauses for domestic contracts.

(a) Patent Rights clause - Option in the Government. This clause shall

be included in all contracts that fall within § 1-9.107-4(a)(2).

PATENT RIGHTS - OPTION IN THE GOVERNMENT

(a) Definitions.

(1) "Subject invention," means any invention or discovery conc~ived

or first a~tually reduced to practice in the Course of or under this contract,
and includes any a r t , method, process, machine, manufacture, design, or
compos it i on of matter, or any new and useful improvement thereof, or any
variety of plant, which is or may be patentable under the Patent Laws of the
United States of America or any foreign country.

(2) "Contract," means any contract, agreement, grant, or other
arrangement, or subcontract entered into with or for the benefit of the
Government where a purpose of the contract is the conduct of experi­
mental, developmental, or research work.

(~'

;

(3) "Made," when used in relation to any invention or discovery.
means the conception or first actual reduction to practice of such inven­
tion in the course of or under the contract.

9
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(4) "States," means the States of the United States, the District of
Colurnb ia , Puerto Rico, the Virgin Islands, Arne r i can Sarnoa , Guarn , and
the Trust Territory of the Pacific Islands.

(5) "Covcrnrricnt agency," includes an executive department, inde­
pendent c ornrn i s s i on , board, office, agency, aclrn in i st.r-ation , authori.ty,
Go v c rnrne nt corporation, or other Gove r nrne n t e s tabl i s hrrierit of the exec­
utive branch of the Government of the United States of America .

(6) "To the point of practical application," means to manufacture in
the case of a composition or product, to practice in the case of a process,
or to operate in the case of a machine and under such conditions as to e.s tab­
lish that the invention is being worked and that its benefits are reasonably
ac c e s sible to the public.

(b) Disposition of rights.

(1) Assignment to the Government. The Contractor agrees to grant
to the Government the entire right, title, and interest throughout the world
in and to each subject invention of the Contractor, except as provided in
(b)(2), (b)(3), and (f), below.

(2) Request i~eater rights.

(i) The Contractor may request greater rights in a subject inven­
tion than the license specified in (d), below, and the right to file a United
States patent application. The request shall be submitted in writing at the
time of first disclosure of the invention pursuant to (e), below, or not later
than 3 months thereafter or such longer period as may be authorized by the
Contracting Officer for good cause shown in writing.

(Li) If the invention is a primary object of this contract or if the
invention is not a primary object but falls within the criteria of 41 CFR
1-9.107-3(';), the request in (i), above, shall set forth information and
facts tending to show that:

(A) The acquisition of such greater rights is a necessary
incentive to call forth private risk capital and expense to bring the inven­
tion to the point of practical application; or

(B) The Government's contribution to the invention was small

compared to that of the Contractor.

10
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(iii) If the invention is not a primary object of this contract and
does not fall within the criteria of 41 CFR 1-9.107-3(a), the request in
(I}, above, shall contain a statement of the Contractor's intention and plan
to bring the invention to the point of practical application. The Contractor
shall establish, upon request, the likelihood that the invention will be rno r e
expeditiously developed to the point of practical application under his plan
than by Government licensing or dedication to the public .

(3) Foreign rights. If the Government determines not to file a patent
application on a subject invention of the Contractor in any particular foreign
country, the agency may authorize the Contractor to file a patent application
on such invention in such foreign country and to acquire the entire right,
title, and interest therein, subject to the license to the Government speci­
fied in (c}, below.

(c) Minimum rights granted to the Government.

(I) The Contractor agrees to and does hereby grant to the Government
a nonexclusive, nontransferable, paid-up license to make, use, and sell the
invention throughout the world by Or on behalf of the Government of the
United States (including any Government agency) and States and domestic
municipal governments.

(2) With respect to each subject invention to which the Contractor has
principal or exclusive rights, the Contractor further agrees to grant, upon
request of the Government, an exclusive or nonexclusive license on terms
that are reasonable under the circumstances to responsible applicants.

(i) Unless the Contractor, his licensee, or his assignee demon­
strates to the Government, at its request, that eiiective steps have been
taken within 3 years after a patent issues o n such invention to bring the
invention to the point of practical application or that the invention has been
made available for licensing royalty-free or on terms that are reasonable
in the circumstances, or can show cause why the principal or exclusive
rights should be retained for a further period of time; or

(I i ) To the extent that the invention is required for public use by
governmental regulations or as may be necessary to fulfill public health,
safety, or welfare needs, or for other public purposes stipulated in the
contract.

(d) Minimum rights to the Contractor.

(1) The Government hereby grants to the Contractor a revocable,
nonexclusive,royaltYcfree license on each subject invention for the practice
of the invention throughout the United States, its territories and possessions,

11
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r-' Puerto Rico, and the District of Col umb ia . The license shall extend to the
I

Contractor's existing and future associated and affiliated c ornpan i c s , if any,
within the corporate structure of wh i c h the Contractor is a part and shall be
nonassignable w i.tho ut approval by the agency, except to the successor of
that part of the Contractor's business to which the i.nvont i ori pertains.

(2) With respect to each subject invention licensed pursuant to (1),
the COntractor shall Lu r n i s h written reports to the agency, upon request,
as to:

(i) The steps taken by the Contractor to bring the invention to the
point of practical application; or

(ii) The manner and exterrt to which he is practicing the invention.

(3) The license may be revoked by the agency if the Contractor:

(i)iDefaults iin making any report required by (2); or

(i i ) Willfully makes a false statement of a rnate ria.I fact or willfully
omits a material fact in any report required by (2).

(4) The license may also be revoked by the agency if there is no other
nonexclusive license in force and the Contractor:

(i) Fails to bring the invention to the point of practical application
within I year after the invention has been published by the Government as
available for nonexclusive licensing or within 6 rnonths after a patent has
been issued on the invention, whichever is earlier, or subject to the
approval of the agency, within a longer period; Or

(i i ) .Brings the invention to the point of practical application within
the period specified in (i) but fails to continue to practice the invention.

(5) After termination of the period specified in 4(i), the agency may
restrict the license granted to the Contractor to the fields of use and the
geographic areas in which the Contractor is practicing the invention.

(6) Before revoking or restricting the license pursuant to (3), (4), or
(5), the agency shall furnish the Contractor written notice of its intention to
restrict or revoke the license and the Contractor shall be allowed 30 days
after such notice to furnish the report required by (2) or to show cause why
the license should not be restricted or revoked. The decision of the officer
authorized to act for the agency in this matter shall be final, provided the

/~~-,\Contractor shall have the right to obtain review of the decision by the agency
I head in a c co r danc e with agency procedure.

12
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(e) Invention disclosures and reports. For each subject invention of the
Contractor, the Contractor shall furnish the Contracting Officer:

(1) A complete technical disclosure, promptly after conception or first
actual .r e cluc t i.on to p ra ct ic e , whichever occurs first under the contract (such
disclosure shall iden~ify the contract arid inventor and be sufficiently c o rn pl otc
in iechnicai detail to convey to one skilled in the art to which the invention
pertains a clear understanding of the nature, purpose, operation, and to the
extent known the physical, c h crn ic a l , biological, or electrical characteristics
of the invention);

(2) Interim reports at least every 12 months from the date of the con­
tract, each report listing all such inventions made under the contract and
not listed on a prior interim report, or certifying that there are no reportable
inventions; and

,(3) A final report, prior to final settlement of this contract, listing all
such invent i'ons including all those previously listed in interim reports, or
certifying t harthe r e were no reportable inventions.

(f) Forfeiture of rights in unreported subject inventions.

(1) The Contractor, shall forfeit to the Government all rights in any
subject invention which he fails to report to the agency at or prior to the time
he (i) files or causes to be filed a United States or foreign application thereon;
or (ii) submits the next interim report required by (e)(3), whichever is later,
provided that the Contractor shall not forfeit rights in a subject invention if
(A) contending that the invention is not a subject invention, he nevertheless
reports the invention and all facts pertinent to his contention to the Contract­
ing Officer prior to taking the actions specified in (1) or (2), above; or (B)
he establishes that the fa ilure to report was due entirely to causes beyond
his fault or negligence.

(2) Pending written assignment of such forfeited subject invention and
the patent applications and patents pertaining thereto, the Contractor shall be
deemed to hold the invention, and the patent applications and patents per­
taining thereto, in trust for the Government. The forfeiture provision under
this paragraph shall be in addition to and shall not supersede other rights
and remedies which the Government may have with respect to subject inventions.

(g) Examination of records relating to inventiot;~. The Contracting Officer
or his authorized representative shall, until the expiration of 3 years after
final payment under this contract, have the right to examine any books,
records, documents, and other supporting data of the Contractor which the
Contracting Officer or his authorized representative shall reasonably deem

~, directly pertinent to the d i s cove r y or identification of subject inventions or
( to compliance by the Contractor with the requirements of this clause.

13



(h) Right to disclose subject inventions. The GOvernment may duplicate
.nd disclose reports and disclosures of subject inventions required to be

furnished by the Contractor or a subcontractor pursuant to this clause.

(i) . Filing of domestic patent applications.--_......~ .._ ... - _.- ---- --- _.-- ... -- ---

(I) With respect to each subject invention on which the Contractor has
the right to file a domestic patent application pursuant to paragraph (b), above,
the Contractor shall file Or cause to be filed such application within 6 months
after submission of the disclosure, or such longer period as may be autho­
rized by the Contracting Officer for good cause shown in. writing . Further
with respect to such inventions, the Contractor shall promptly notify the Con­
tracting Officer of any decision not to file an application. If the Contractor
fails to file or cause to be filed an application within the prescribed period,
the Contracting Officer may initiate action to protect the Government's interest.

(2) Within 2 months after such filing or within 2 months of the fir st
written disclosure of such invention if a patent application previously has
been filed, the Contractor shall deliver to the agency a duly executed license
fully c o nfi r-rna to r y-of all rights to which the Government is entitled under
this clause and, upon request, a copy of the application as filed.

r- '. (3) The following statement shall be included within the first paragraph
. of the specification of any patent application filed and any patent issued on a

subject invention: "The Government has reserved rights in this invention,
which was made in the course of or under Contract No. --------
(or Grant No. ) awarded by (identify the agency)."

(4) For each subject invention on which a patent application is filed by
Or on behalf of the Contractor, the Contractor shall provide to the Contract-
ing Officer, within 2 rriorrths after a patent issues on the application, the nurnbe r
of the patent. In addition, he shall furnish the agency upon request:

(i) An irrevocable power of attorney to inspect and make copies of
each United States patent application filed by or on behalf of the Contractor
covering any such invention; and

(ii) Written reports at reasonable intervals, prior to and after
final s c tt.l.ern.e nt , a s to:

(A) The commercial use that is being made or is intended
to be made of such invention; and

(B) The steps taken by the Contractor to bring the invention
. to the point of practical application, or to make the invention available for

r > ..licensing.
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(5) 1£ an application has been filed, the Contractor shall notify the

agency, not less than 30 days before the expiration of the response period
for any.action required by the Patent Office, of any decision not to con­
tinue prosecution of such application.

(6) For each reported subject invention on which the Contractor does
not file a pat c nt 2Pi::-li.cai:ion Or discontinues p ro s e c utio n of an application,
the Contractor shall convey to the Government, upon request, the Contrac­
tor's entire right, title, and interest in such invention by. delivering to the
Contracting Officer such duly executed i.ns t ruments (prepared by the Govern­
ment) and such other papers as are deemed necessary to vest in the Govern­
ment the entire right, title, and interest and to enable the Government to
apply for and prosecute patent applications covering such invention throughout
the world. The conveyance to the Government shall be subject to the reser­
vation of the license to the- Contractor specified in (d), above.

(7) For each reported subject invention on which the Contractor does
not file a patent application the Contractor shall inform the agency promptly
in writing of the date and identity of any sale, public use, or publication of
such invention made by or known to the Contractor, or any contemplated
action of this nature.

(j ) Filing_of foreign patent applications.

(1) When the Contractor acquires, pursuant to this clause, the right
to file a patent application On a subject invention in any foreign country, he
shall file such application in accordance with applicable statutes and regu­
lations and within:

(i) Nine months from the date of a corresponding United States
application filed by or on behalf of the Contra.ctor;

(i i ) Six months from the da.te permission is granted to the Con­
tractor to -fil e foreign applications;

(iii) Six months from the date the invention is submitted in an
invention disclosure pursuant to (e), above; or

(iv ) Such longer period as may be approved by the Contracting
Officer.

(2) The Contractor shall notify the agency promptly of each foreign
application filed and, upon written request of the agency, shall furnish an
English translation of such foreign application without additional compensation.

15
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(3) The Contractor shall convey to the Government, upon request,
the entire right, title, and interest in and to each such subject invention
in each foreign country in which an application has not been filed by the
Contractor within the time specified in (l) by delivering to the Contracting
Officer duly executed instruments prepared by the Government. The con­
veya nee to the Gove rnment s hall be s ubj ect to the re s e rva t i o n of a nonexclu­
sive and royalty-free license to the Contractor and his existing and futu r e
associated co m pani c s , if any, within the corporate s t r uc tu r e of which the
Contractor is a part and shall be nonassignable, without approval of the
agency, except to the s uc c e s s o r of that part of the Contractor's business
to which the invention pertains.

(k) Withh~lding of payment.

(1) Final payment under this contract shall not be made before the
Contractor delivers to the Contracting Officer the final report required
by (e )(3), above, all written invention disclos ures required by (e)(l),
and all information as to subcontracts required by (1)(4).

(2) If at any time before final payment under this contract the Cont r a c­
tor fails to deliver an interim report required by (e)(3) or an invention
disclosure required by (e)(l), the agency shall withhold from payment
$50,000, or 5 percent, of the amount of this contract whichever is less (or
whatever lesser sum is available if payments have exceeded 95 percent of
the amount of this contract) until the Contractor corrects all such failures.
If the Contractor is a nonprofit organization, the amount that may be with­
held shall not exceed 1 percent of the amount of the contract or $50,000,
whic hever is les s .

(3) After payments total 80 percent of the amount of this contract,
and if no amount is required to be withheld under (2), above, the Contract­
ing Officer may, if he deems such action warranted because of the Con­
tractor's performance under the Patent Rights clause of this contract or
other known. Government contracts, withhold from pavrrient such sum as
he considers appropriate, not exceeding $50,000, or 5 percent, of the
amount of this contract whichever is less, to be held as a reserve until
the Contractor delivers all the reports, disclosures, and information speci­
fied in (1), above. Subject to the withholding limitation of (2), above, the
sum withheld under this subparagraph (3) may be increased or decreased
from time to time at the discretion of the Contracting Officer.

(4) No amount shall be withheld under this paragraph while the amount
specified by this paragraph is being withheld under other provisions of the
contract. The total amount withheld under (2) and (3), above, shall not
exceed $50,000, or 5 percent, of the amount of this contract whichever is
less. The withholding of any amount or subsequent payment thereof to the
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Contractor shall not be construed as a waiver of any rights accruing to
the Government under this contract.

(1) Sul?contracts.

(1) The Contrar:tor shall, unless o t h c r w i s c a uthor iz cd or directed by
the Contracting Officer, include a Patent Rights clause, modified to identify
the parties and containing all the provisions of this clause except provision
(k), above, in any subcontract hereunder where a purpo se of the subcontract
is the conduct of experirnental, developmental, or research work. In the
event of refusal by a subcontractor to accept this clause, or if in the opinion
of the Contractor this clause is inconsistent with the policy set forth in
41 CFR 1-9.107-3, the Contractor:

(i) Shall promptly submit a written report to the agency setting
forth the subcontractor's reasons for such refusal and other pertinent
information which may expedite disposition of the matter; and

(ii) Shall not proceed with the subcontract without the written
authorization of the Contracting Officer.

(2) The Contractor shall not, in any s ubc o ntrac t or by using such a
subcontract a s consideratiol1 therefor, acquire any rights to subject inven­
tion for his own use (as distinguished from such rights as may be required
solely to fulfill his contract obligations to the Government in the perform­
ance of this contract).

(3) A subcontractor may furnish to the Contractor for transmission
to the Contracting Officer invention reports, instruments, and other infor­
mation required to be furnished to the Contracting Officer under the provi­
sions of such a Patent Rights clause in a subcontract hereunder, or in his
discretion (or by direction of the Contracting Officer) he may submit the
same directly to the Contracting Officer.

(4) The Contractor shall promptly notify the Contracting Officer in
writing of any subcontract containing a Patent Rights clause, and furnish
to the Contracting Officer a copy of such contract, and shall notify the
Contracting Officer when such subcontract is completed. If there are no
subcontracts containing Patent Rights clauses, a negative report shall be
included in the final report submitted pursuant to (e)(3).

(5) The Contractor shall exert his best effort to identify all subject
inventions of the subcontractor and shall notify the Contracting Officer
promptly upon the identification of such invention.

17
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(6) It is understood that the Government is a third party beneficiary
ofany subcontract clause granting rights to the Government in subject invc'n­
t i o n s , and the Contractor hereby assigns to the Gove r nrnent all t hc rights
that he would have to enforce the subcontractor's obligations .Io r the bendit
of the Govc r nrrient with respect to subject inventions. The Contractor shall
not be obligated to e nfo r c e the ag r e c rno nt s of any subcontractor he r c uucl c r
relating to the obligations of the subcontractor to the Government in regard

. to subject inventions.

(b) Patent Rights clause - Option in the Contractor. Where the agency

has determined. that the proposed contract comes within § l-9.107-4(a)(3),

the Patent Rights clause set forth in (a), above, shall be included in the

contract, except that the name of the clause shall be changed to "Patent

'. Rights - Option in the Contractor"and the paragraph (b) of that clause

shall be replaced by the following paragraph (b):

(b) Disposition of rights. The Contractor shall have the right to acquire
the entire right, title, and interest throughout the world in and to each
subject invention of the Contractor submitted in an invention disclosure
pursuant to (e), below, subject to the rights granted to the Government in
(c). The Contractor shall include with each invention disclosure an elec­
tion as to whether a domestic patent application will be filed by or on
behalf of the Contractor.

(c) Pate!'t Rights clause - Deferred Determination.. Where the agency

has determined that the proposed contract comes within § 1-9.107-4(a)(4),

the Patent Rights clause set forth in (a), above, shall be included in the con-

tract, except that the name of the clause shall be changed to "Patent Right s -

Deferred Determination" and paragraph (b) of that clause shall be replaced

with the following paragraph (b):

(b) Disposition of rights.

(1) Determination. The Government shall have the sole and excl us iv e
power to determine the disposition of the rights in any subject invention of
the Contractor and to determine whether or not and where a patent applica­

tion shall be filed on the invention, except as provided in (c), (d), and (I},
below.
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(2) Request for greater rights.

(i) The Contractor may request greater rights in a subject inven­
tion than the license specified in (d) and the right to file a United States
patent application. The request shall be submitted to the Contracting
Officer in writing at the time of first d i s c Io s ureiof the invention pursuant
tole), below, or not later than 3 months thereafter or such long.er period
as maybe authorized by the Conil'actingO££icer £orgood cause shown in
writing.

(ii) The request in (i) shall contain a statement of the Contractor's
intention and plan to bring the invention to the point of practical application.•
The Contractor shall establish, upon request, the likelihood that the inven­
tion will be more expeditiously developed to the point of practical application
under his plan than by Government licensing or dedication to the public.
However, if the invention falls within the criteria of 41 CFR 1-9.107-3(a),
the request shall set forth information and facts tending to show that (A) the
acquisition of such greater rights is a necessary incentive to call forth
private risk capital and expense to bring the invention to the point of practical
application or (E) the Government's contribution to the invention was small
compared to that of the Contractor.

(3) FO-Eeign rights. If the Government determines not to file a patent
application on a subject invention of the Contractor in any particular foreign
country, the agency rnay authorize the Contractor to file a patent application
On such invention in such foreign country and to acquire the entire right, title,
and interest therein, subject to the license to the Government specified in (c).

(d) License for States and municipal governments.

(1) When the agency head determines at the time of contracting that

it would not be in the public interest to acquire a paid-Up license under a

subject invention for States and domestic municipal governments, subpara-

graph (1) of paragraph (c) in the clause set forth in § 1-9.107-5(a) shall be

replaced with the following subparagraph:

(1) The Contractor agrees to and does hereby grant to the Government
a nonexclusive, nontransferable, paid-Up license to make, use', and sell the
invention throughout the world by or on behalf of the Government of the
United States (IncIuding any Government agency).
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(2) When the agency head wishes to reserve the right to make the

determination after the invention has been identified, subparagraph (1) of

paragraph (c) in the clause set forth in § 1-9.107-5(a) shall be replaced

with the following snbparagraph:

(l) The Contractor agrees to and does hereby grant to the Governrnent
a nonexclusive, nontransferable, paid-up license to make, use, and sell the
invention throughout the wo r Id by or on behalf of the Government of the United
States (including any Government agency), States, and domestic municipal
governn1ents, unless the agency head d e te rrnine s after the invention has been
identified that it would not be in the public interest to acquire the license for
States and dorrie s t i c municipal governments.

(e) Right to sublicense foreign governments.

(I) When the agency head determines at the time of contracting that it

would be in the national interest to acquire the right to sublicense any fore ign

government pursuant to any existing or future treaty or agreement, the fo1-

lowing SUbparagraph shall be included as subparagraph (2) in paragraph (c)

in the clause set forth in § 1-9.107-5(a) and the remaining subparagraphs in

paragraph (c) shall be renumbered accordingly:

(2) The license specified in (1) shall include the right of the Govern­
ment to sublicense any foreign government pursuant to any existing or future
treaty or agreement.

(2) When the agency head wishes to reserve the right to make the deter-

mination to sublicense foreign governments pursuant to any existing or future

treaty or agreement until after the invention has been identified, the following

subparagraph shall be included as subparagraph (2) in paragraph (c) in the

clause set forth in § 1-9.107-5(a) and the remaining subparagraphs in para-

graph (c) shall be renumbered accordingly:
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(2) The Lic e ns e specified in (I) shall include the right of the Govern­
ment to sublicense any foreign govermuent pursuant to any existing or
future treaty or agreement if the agency head determines after the inven­
tion has been identified that it would be in the national interest to acquire
this right.

(f) Ir.r evo.oab le licenst to contractor. When the agency decides to grant

the contractor an irrevocable,nonexclusive,royalty-free license on a subject

invention, paragraph (c) in the clause set fo r th in § 1-9.107-5(a) shall be

replaced with the following paragraph (d):

(d) The Government hereby grants to the Contractor an irrevocable,non-
exclusive, royalty-free,license on. each SUbject invention for the practice of I
the invention throughout the United State s , its territories and pos ses s ions,
Puerto Rico, and the District of Columbia. The license shall extern to the
Contractor's existing and future associated and affiliated companies, if any,
within the corporate structure of which the Contractor is a part and shall
be nonassignable without approval by the agency, except to, the successor of
that part of the Contractor's business to which the invention pertains.

§ 1-9.107-6 Agencies subject to statutory and t r eaty requirements.

Agencies subject to specific statutes and to any existing and future treaty

or agreement between the United States and any foreign. country shall ind i-

vidually modify the Patent Rights clauses in § 1-9.107"5(aJ, (b), and (c) to

meet the requirements of such statutes, treaty, Or agreement.

(Sec. 205(c), 63 Stat. 390; 40 U.S.C. 486(c»

Effective date. This amendment is effective

but may be observed earlier.

Dated:
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