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: { 1) Nine months from the date of a corresponding
United States anwlication filed by or on behalf of the Contractor;
OY if such an application i1s not riled, 6. months from the aate
the invention is submitted in a disclosure pursuant to paragraph
{(e) (2) (1) of this clause;

( ii) Six months from the date a license is granted
by the Commissioner of Patents to file foreign applications
where such filing has been prohibited by security reasons; or

(iii) Such longer period as may be approved by the
Contracting Officer. '

(2) The Contractor shall notify the Contracting Officer
promptly of each foreign application filed and, upon written
reguest, shall furnish an English translation of such foreign
application without additional compensation.

(c) Patent Rights clause - Deferred Determination. [Where]

‘When the agency has determined that [the~pfep®éed] a contract

[eemes] falls within § 1-9.107-4(a) (4), the Patent Rights clause

[gset~farth-in-{ats-aboves] in & 1-9.107-5(a) shall be included -

in the contract, except that the name of the clause shall be
changed to "PATENT RIGHTS - DEFERRED DETERMINATION" and paragraph
(b) of that clause shall be replaced with the following paragraph
(b): |

(b) Disposition of principal rights.

(1) Determination. The Government shall have the
sole and exclusive power to determine the disposition of the
domestic and foreign rights in any Subject Invention [ef-the
Contractor—--——and-to-determnine-whether-er-net-and-where-a-patent
app&ieatéen—Shaii—be-fiiedfeﬁ—the—iﬂventienv—exeept—as—prevaded
in-feys~+drr—and-<£f37-petew]. Where the agency determines that
the Government shall have title to a Subject Invention, t@e
Contractor agrees, upon request of the Government, to assign the
entire right, title, and interest throughout the world in apd to
each Subject Invention, except to the extent that greater rights
are obtained under paragraphs (b) (2) and (d) of this clause.

Patent Rights clause {(long form)
l~9.107—5(b)

Patent Rights clause (long form)
1-9.107-5(c)

.
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{2) [Reguest-fer-g] Greater rights determinations.
[4+2¥] The Contractor, or the emglovee inventor with authorization
of the Contractor, may lresguest] retaln greater rights [in-a
supijeet-invention] than the nonexclusive license [speectfied-din
tdr-and-the-riqght-te-file—a-vnited-States-patent-application] .
of this clause in accordance with the procedure and criteria
of 41 CrR 8 1~9.109-6. [Fhe] A request for a determination
of whether the Contractor, or the emplovee-inventor 18 entitled
to such greater rights [shaii] must be submitted to the Contract-
ing Officer [in-writing] at the time of first disclosure of the
invention pursuant to paragraph (e)[7-belews](2) (i) of this
clause, or not later than 3 months thereafter or such longer
period as may be authorized by the Contracting Officer for good
cause shown in writing by the Contractor. The information to be
submitted for a greater rights determination is specified 1in
41 CFR 1-9.109-6. Each determination of greater rights under this
contract normally shall be subiect to paragraph (c) of this
clause and.to the reservations and conditions deemed to be
appropriate by the agency.

[$44¥——Phe~request~in—<i}-shati~eontain-a~-gtatement
ef-the-Centractoria-insention-and-plan—+o-bring-the-inventien
to-the-point-of-praecticat-appltications——~The-Contractor-shail
egtablish;-upon-requests-—the—iiketihood-~t+hat-+he-invention-wiktd
be-nore-expeditionsiyv-developed—to-the-point-of-practicat-
epplication—under-his-plan—than-by-Gevernment-licensing-oxr.
fedieation-to—the-publies——-Howevers-if-the-inventien—£falkis
within-the-criteria-of-41-€FR-3~27-3107-34{ay7—the-reqguest-shall
get—forth-infermation-and-faets—tending—te~shew~that~<{Ay—the
aeguigition-of-such-greater-righta-iz—-a-necesgary—-incentive-+o
eati-ferth-private~rigk-capital-and-expense—to-pring—the-inventien
to-the-point~of-praetical-applticatien-or—{br-the-Gevernment's
eondribution-to~the-invention-was-smatli-conpared-teo-that-of-the
Centractorrs

{3r--Feoreign-rightsc--If-the-Government-determines
not-te-£ite-a-patent-appiication-en-a-Subject-Invention-of-the
Contracter-in-any-particutar-£foreign- countrys;—the-ageney-may
autherize~-the-Contracter—te-file— a-patent- a?piieatieﬁ en-syeh
invention-in-such-foereign-ecorntry~and-teo- acguire—the-entire
righty-titter;-and-interest-therein;-gubjeet-to-the~lieense-to
the- Severnment speeifzed-in-4e¥z]

Patent Rights clause (long form)
1-9.107-5(c)
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{(¢) License [fer] rights of States and municipal governments.

{1} When the agenb} head determings at the time of
contracting that it would not be in the public interest to

acguire a paid up license [under-a-Subijeet-Invention] in inventions

made in the course of or under the contract for States and domestic

municipal governments,'[sabparagragh—{%%—ef] paragraph {c) (1)

[in-+he-elavse-ges-Fforth~in] of the Patent Rights clauses in

8 1-9.107-5[4ay] shall be replaced with the following [sublparagraph-
(C)(l}=

(1) [Fhe-Eontracter-agrees-to-and-dses~h] Hereby
grants +o the Government a nonexclusive, nontransferaEle,
paid-up license to make, use, and sell each Bubject Invention
" throughout the world by or on behalf of the Government of the
United States (including any Government agency).

(2) When the agency head [wisheal decides to reserve

the right to make the determination that it would not be in the

public interest to acquire a paid-up license in a Subject

Invention for States and domestic municipal governments until.
after thé invention has been identified, [subparagraph-+{i}]

paragraph (c) (1) [ir] of the Patent Rights clauses l[gat—forth]

in 8 1-9.107-5{4a}] shall be replaced with the following
[sublparagraph (c) (1l}:
(1) [The-Contractor-agrees-to-and-dees-h] Hereby

grants to the Government a nonexclusive, nontransferable, paid-up
license to make, use, and sell [the] each Subiject Invention

Patent Rights clause {(long form)
1-9,107-5{4)
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thrpughout the world by or on behalf of the Government of the
United States (including any. Government agency), States, and
domestic municipal governments, unless the agency head determines
after the invention has been identified that it would not be in
the public interest to acquire the license for States and domestic
municipal governments.

(e) Right to sublicense foreign governments.

(1) When the_agéncy head determines at the time of
dontracting that it would be in the national interest to acquire
the right to sublicense [any] foreign governments pursuant to
any [existiﬁg—er—fﬂtﬂfe] treatf or agreement, [the-fellewing

subparagraph-~shati-be-inciuded-as-subparagraph-{2¥-in] a

sentence shall be added to the end of paragraph (c) (1) [%£n]

of the Patent Rights clauses [set-forth] in 8 1-9.107-5[4aY—-and

- the-rematning-subparagraphs-in-paragraph-<{er-shali-be-renumbered

aceordingdty] as follows:

[42¥~-The] This license [speeified-in-413] shall include
the right of the Government to sublicense [any] foreign govern-
governments pursuant to any [existing-er-future] treaty or
agreement with such foreign governments.

Patent Rights clause (long form)
1-9.107-5(e)

S,



ST

-3g-

(2) When the agency head wishes to reserve the riaght
to make the determination to sublicense foreign governments
pursuant to any [existing-er-future] treaty or égreement until

after the invention has been identified, [the-feillowing-sub=-

paragraph-shall-be-dincluded-as-~-subparagraph-42¥3-in] a sentence

shall be added to the end of paragraph (c}(l) [%an] of the

Patent Rights clauses [set-ferth] in § 1-9.107-5[{a}--and-the

remaining-subparagraphs-in-paragraph-{et-shali-be-renumbered

aceordingty] as follows:

{$2¥--Fhe] Thig license [speeified~in-+42%}] shall include
the right of the Government to sublicense [any foreign governments
pursuant to any [existing-er-future] treaty or agreement if the
agency head determines after the invention has been identified
that it would be in the national interest to acquire this right.

Patent Rights clause (long form)
1-9.107-5(e)
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(£}  Minimum rights to ¢ontractor (Upon request). “When

the agency determines that the contractor may reserve a revocable,

nonexclusive, rovalty-free license in inventions made in the course

of or under the contfact, only upon a reguest by the contractor

for such a license, varagraph (d)(l) of the clauses in § 1-9.107-5

shall be replaced with the following paragraﬁh (ay (1) :

(d) Minimum rights to the Contractor.

(1) As to each Subject Invention, upon which the
Government” T1I168 patent applications, the Government shall, upon
request, reserve to the Contractor a revocable, nonexclusive,
royalty-free license for the practice of the 1nvention throughout
the United States, its territories and possessions, Puerto RIcCO,
and the District of Columbla, and, if so requested, in any
foreign country where the Government files a patent application.
The license shall extend to the Contractor's domestic subsidiaries
and affiliates, if any, within the corporate structure of which
the Contractor is a part and include -  the right to grant
sublicenses of the same scope tc the extent the Contractor was
legally obligated to do so at the time the contract was awarded.
The license shall be assignable only with approval of the agency,
except to the successor of that part of the Contractor's business
to which the invention pertains.

[{£}--Irrevoeaple-Lieenrse]  (g) Minimum rights to Con-
tractor (Irrevocable). When the agency [deeides-te-grant]

determines that the contractor may réserve an irrevocable, non-
exclusive, royalty-free license [en-a-Subjeet-Inventien] in the

~inventions resulting from the contract, paragraph [€e}](d) [in-the

etause-set~forth-in] of the Patent Rights clauses of 8§ 1-9.107-5 (a)

shall be replaced with the following paragraph (d}:

(d) BAs to each Subject Invention upon which the Government
files patent applications, |FPhe-Geverament-hereby-grants-te-t]
The Contractor reserves an irrevocable, nonexclusive, royalty-free
" Ticense [en-eaeh-Subjeet-Inventieon] for the practice of [the]
such invention throughout the United States, its territories
and possessions, Puerto Rico, and the District of Columbia, and
in any foreign country where the Government files a patent

Patent Rights clause (long form)
1-9.107-5(£)

Patent Rights clause (long form)
1-9.107-5(q)

—_—cey
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application. The license shall extend to the Contractor's
- lexisting-and-fukure-asqceinted-and-affitiated-companies)

domestic subsidiaries and affiliates, i1f any, within the
corporate structure ¢f which the Contractor is a part [e=nd

shati-pe-nenassigrabie-without-approvat-by-the-ageneys-execept

to~the-suecesseor-of-that-part-eof-the-Contractorls-business-+te
whieh-the-inventien-pertaing] and include the right to grant

‘sublicenses of the same scope to the extent the Contractor

was legally obligated to do so at the time the contract was
awarded. This license shall be assignable only with approval
of the agency, excent to the successor of that part of the
Contractor's business to which the invention pertains.

~ (h) Irrevocable license on Subject Inventions previously
constructively recuced LO practice. Wien an agency decldes

that the . contractor may reserve an irrevocable, nonexclusive

and rovalty—-free license for practice in this country of each

invention first actually reduced to practice under a contract

which was conceived and constructively reduced to practice by

the contractor prior to the effective date of execution of the

-coﬁtractp the following paragraph (d) (4) shall be added to paragraph

(d} of the Patent Riaghts clauses in 8 1--9.107--5.

(4) In addition to the provisions of paragraph (d) (1) . of
#his clause, the Contractor reserves an irrevocable, nonexclusive and
royalty-free license for practice throughout the United States,
its territories and possessions, Puerto.Rico, and the District
of Columbia of each Subject Invention first actually constructively
reduced tc practice by the Contractor prior to the effective
date of 7 this contract. The license shall extend
to the Contractor's domestic subsidiaries and affiliates, if
any, within the corporate structure of which the Contractor is
a part and inciude the right to grant sublicenses of the
same scope to the extent the Contractor was legally obligated
to do so at the time the Contract was awarded. The license
shall be assignable only with approval by the agency, except to
the successor of that part of the Contractor’'s business to which

“the invention pertains.

Patent Rights clause (long form)
1-9.107-5(9g)

Patent Rights clause (long form)
~1-9.107-5(h)

kK
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8 1-9.107-6 [Agengieg-subject-to-statutery-and-treaty-require~
ments] Clauses for domestic contracts (short form).

[Ageneies-subiect-to-sgpecific-statutes-and-to-any-existing
ané?fu%ﬂfew%reaty-@é—agfeement—betweeﬂ—the—Hﬁited~5tates-and
any—%efiegﬁ-eeuﬁﬁry—shai&—iﬁéividuaiiy~m®éify—thenPatent*Rights
etauvgses~in-8~-3-9-207-5{ars~{by-—-and-{el-to-meet-the-regquiraments
eé—sueh—sﬁatﬁ%357—treaﬁyT—erﬂaqreemené71 

-(a) ‘Patent Rights clause - Option in the Government.

The following clause may be used in place'of the clause of

8 1—9f107—5(a) in contracts for basic and applied research

with nonprofit organizations.

Patent Rights clause (short form)
1-9.107-6 - :

]

e
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PATENT RIGHTS - OPTION IN THE GOVERMNMENT (short form)

{a) Definitions.

_ “Subject Inventlon, means any invention or discovery
of the Coniracior conceived OF £irst actually reduced to practice
in the course of .or under this contract, and includes any art,
method, process, machine, manufacture, design, or composition of
matter, or anv new and useful imorovement thereof, or anv variety
of plant, which is or mayv be patentable under the Patent Laws of
the United States of America or any forelgn country.

(b)Y Invention dlsclosures and reports.

-(l) The Contractor shall furnish the Contracting

Officer:

_ { i) A complete technical disclosure for each
Subject Invention, within ¢ months after conception or first
actual reduction to practice, whichever occurs first in the
course of or under the contract, but in any event prior to any
on sale, public use, or publication of such invention known to
the Contractor. S8Such disclosure shall identify the contract
and inventor, and be sufficiently complete in technical detail
and appropriately illustrated by sketch or diagram to convey
to one skilled in the art to which the invention pertains a clear
understanding of the nature, purpose, operaticon, and to the extent
known, the physical, chemical, biological, or electrical
characteristics of the invention; -

{ ii) Interim reportsl at.least every 12 months
from the date of the contract certifying that all Subject
Inventions have been disclosed or that there are no such

-inventions: and

(111) ‘An acceptable final reportl, within 3 months
after completion of the contract work, listing all Subject
Inventions or certifying that there were no such ilnventions.

(c) Disposition of principal rights.

(1) The Contractor agrees to assign to the Government
the entire right, title, and interest throughout the world in and
t0o each Sub;ect Invention, except to the extent that rights
are opbtalined by the Contractor under paragraphs (c) (2) and (d)
of this clause.

1 Agency may specify a form. Patent Rights clause (short form)

1-9:107-6(a)
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(2) The Contractor, or the ewﬁloVﬁﬂ-invontor with
authorization of the Contractor, mav retain greater riahts than
the nonétcluﬁj“ licznse wrovided in varacrarh (d) of tnls'“ladsb
in accordance with the procedure and criteria of 41 CFR 1-9.L100-

A reguost for a determination of whether the Contractor, or the
emnlovec-inventor 1s entitled to such greater rioghts must be
submlttad to the Contracting O:ificer at the time of the first
disclosure of the invention pursuant to paraagraph (b) (1) of this
clause, or not later than 3  months thersaliter or such longer
period as may be authorizad bv the Contracting Officer for good
cause shown in writing by the Contractor. The information to

be submitted for a greater rignts determination 1s speciiied

in 41 CrR 1-9.1059-6. Each determination of greaterxr rights under
this contract shall be subject to the provisions of paragrapn (c)
"Minimum rights granted to the Government” of the clause 1n

41 CFR 1~9.107-5(a}, and to the reservatlons and conditions
deemed aDprODrlatQ by the agency.

(d)_ Minimum richts to the Contractor. As to each Subject
Inventldn undn wiiichl th€ Governmnent Tiles & patent application,
the Government sirall, ubon reguest resexrve tO the Contractor &
revocable, nonexciusive, royalty-free license for the practice
of the invention ithroughout the United States, its territories
and possessions, Puerto Rico, and the District of Columbia,
and in any foreign country where the Government files a patent
applicaticon. Revocation gshall be in accordance with the
procedure of the clause in 41 CFR 1-9.107-5(d) (2) and (3}.

{e) Emplovee and Subcontractor agreements. Unless otherwise
authorized in Wflulnq DvTthe Tontracting OLIicer, the Contractor
. shall: - .

{1) Obtain patent agreements to effectuate the
provisions of this clause from all persons who perform any part
of the work under this contract, except clerical and manual
labor perscnnel;

{2) 1Insert in each subcontract, having experimental,
developmental or research work as one of 1ts purposes, provi-
sions making this clause appllcable to the Subcontractor and
his emplovees; and

(3) Promptly notify the'Contracting Qfficer of the
award .of any such subcontxact by providing him with a copy of
such: subcontract and any amendments thereto.

Patent Rights clause (short form}
1-9.107-6{(a)

g
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(b) Patent ‘Rights clause - Deferred. determlnatlon (short form)

'_Thls clauae mav be used in place of the clause of 8 1-9.107- S(C)

in contracts for basic and applied research with nonprofit

organizations. When the agency determines that a contract falls

within § 1-9.107-3(c) and that a short form Patent Rights clause

is to be used pursuant to § 1-9.107-4(a)(5), the Patent Rights

clause set forth in S 1“9.107—6(a) shall be included in the

contract except that the name of the clause shall be changed

to "PATENT RIGHTS = DEFERRED DETERMINATION (short form)";

and paragraph (c) (1} .of that clause shall:be replaced by the

following paragraph (c) (1):

(1) The Government shall have the sole and exclusive
power to determine the disposition of the domestic and foreign
rights in any Subject Invention. Where the agency determines
that the Government shall have title, the Contractor agrees,
upon reguest of the Government, to assign the entire right, title,
and interest throughout the world in and to each Subject Invention
except to the extent that rights are obtained by the Contractor

under paragraphs {c) (2} and (&) of thig clause.

8 1-9.107-7. Clause for Foreign Contracts;

A Patent Rights clause shall be included in evéry contract

having as one of its purposes the conduct of experimental,

developmental, or research work which is to be performed outside

the United States, its possessions, or Puerto Rico. The clauses

authorized for domestic contracts in 88 1-9.107-5 and 1-9.107-6

may be used or replaced by any other clause tailored to meet

the requirements peculiar to the-foreign procurement.

Patent Rights clause (short form)
1-9.107-6 (b)

Clause for foreign contracts.
1-9.107-7
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§ 1-9.109 Administration of Patent Rights clauses. .

(a) Every effort shéu1d be made to realize for the Govern—

ment and the public the benefit of inventions and discoveries

resulting from Government experimental, research and development

contracts even where the inventions are an incidental product of

the work. It is important that the Government know and exercise

its rights in inventions in order to ensure their expeditious

availapility to the public, to_enable the Government and the

public to avoid unnecessarvy. pavment of rovalties, and to defend

itself against claims and sults for patent infringement. To

attain these ends, contracts having Batent Rights clauses should

be so administered that:

(1) Tnventions are identified, disclosed and reported

as required by the contract clauses;

(2) The rights of the Government in such inventions

are established;

(3) When appropriate, patent applications are timely

filed and prosecuted by contractors or by the Government;

(4) The filing of patent applications is documented

by formal instruments such as licenses or assignments; and

(5) Commercial utilization of such inventions is
achieved,

(b) Each contractor shall establish and maintain effective

procedures to assure that inventions made under the contract

are identified and that the Government's rights therein are

Administration
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established and protected. When it is determined after the award

of a contract that the contractor or subcontractor may not have

" a clear understanding of the rights and obligations of the parties

under a Patent Rights clause, a post-award orientation conference

or letter should be used to explain these rights and obligations.

When reviewing a contractor's procedures, particular attention

shall be given to ascertaining their effectiveness for identifying

and disclosing inventions.

{(c) Each Government agency shall détect failures by the .

contractor to comply with his obligations under the Patent'Rights

clause and require correction thereof. This effort should be

directed primarily towards contracts and subcontracts which

because of the nature of the work or the large dollar amount

spent are likely to result in inventions which are significant

in number or guality, and towards contracts and subcontracts

where there is reason to believe the contractors may not be

complying with their contractual obligations. Other contracts

and subcontracts should be spot-checked when feasible. These

follow-up activities may include:

(1) Reviewing technical reports submitted by the

contractor;

'(2) Checking sources for patents issued to the con-

tractor in fields related to his Government contracts;

{3) Interviewing contractor personnel as to work under

the contract, observing the work on site, and inspecting laboratory

Administration
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notebooks and other records of the contractor reiated'to work

under the contract; and

(4) Interviewing agency technical personnel as to

- novel developments in contracts under their cognizance.

(d) If the contractor operating under the Patent Rights

clavses of 8§ 1-9,.107-5 fails +to establish, maintain, or follow

effective procedures for identifying and disclosing inventions as

required by the Patent Rights clause, or fails to correct any

deficiency after notice thereof, the Contracting Officer may

regquire the contractor to make available_for examination all

receords and documents relating to inventions to enable an agency

determination of whether there are such inventions, and may invoke

the withholding of payments. Further, the Contracting Officer

may invoke the withholding of payments if the contractor fails

to disclose an invention deemed by the agency to be a Subject

Invention.

(e} Conveyance of invention rights to Government.

(1) Where the Government is entitled to the conveyance

of the entire right, title, and interest in an invention pursuant

to a contract, assignments are required from the inventor to

the contractor and from the contractor to the Government, to

establish clearly the chain of title from the inventor to the

Government. The form of conveyance of title from the inventor

to the contractor must be legally sufficient to convey the rights

the contractor is required to convey to the Government. The

Administration
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optional form of assiganment set forth. in . thigs 8 1-9.109 (e) (1)

provides tHe complete chain of title in a single instrument and

may be used to cohvey title to the Govefnment. Alternatively,

if separate assignments are used, both documents shall be

- forwarded simultaneously to the agency for recording.

ASSIGNMENT

Inventor(s):

Contractor:

Contract No.:

Applicatlion Titler™

Contractor's Invention Docket No.:
Serlal wo.: Filing Date™
Date(s) Inventor (s) Lxecuted Oath: '

The undersianed Inventor({s), in recognition of his (their)

obligation as emplovee(s) of the Contractor to assign inventions

to the Contractor, and pursuant to the obligations of the Con-

~tractor to the Government under the above contract hereby assigns

(assign) to the United States of America, as represented by the
above-identified agency, all rignt, title and interxest in and

to each invention disclosed and claimed in the above U.S. patent
application, and any substitution, division, continuation-in- _
part, or continuation Of such patent appiication and any application
for reissue of any patent resulting from such patent application,
subject to the reservation of the following license, if any, to the

Contractor:

Any license reserved to the Contractor shall extend to the
Contractor's domestic subsidiaries and affiliates, 1f any, within
the corporate structure of which the Contractor is a part and

include the right to grant sublicenses of the same scope to

the extent the Contractor was legally obligated to do so at the
time the contract was awarded. The license shall be assignable
onky with approval of the agency, except to the successor of that

part of the Contractor's business to which such invention pertains.

The Inventor (s) further agrees (agree) to assist the Contractor
and the Government, upon request, by furnishing any availlable

information and documents, performing all acts, and aoing all things

which may be reasonably necessary to make this assignment effective.

Administration
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The Contractor joins in and acrees to the foregoing assion-
ment, and except for the above reservation of a license, if anvy,
relinguishes and assians all rights, title and interest in and
to such inventicns, and furthor aorecs to furnish to the Govern-—
ment, upon request, any avawlable information and documents

necessary for the prosacutlon of the above-identified appllcatlon
for patent.

Signed this day'of , 19 .
{SEAL)
INVENTORA{S)
ATTEST:
Signed this - day of: r 19 .
_ . =
ATTEST:

Accepted and agreed to on behalf
of the Government

Agencv Official

—DatE

(2) When the clause of 8 1-9.107-5(b) is included in

a_contract, or when a party obtains title to an identified

invention and the right to file a patent application pursuant

to a greater rights determination of § 1-9.109-6, the optional

form of Confirmatory Instrument set forth in this 8§ 1-9.109 (e) (2)

- is approved for use by the contractor or by the party obtaining

greater rights. The Patent Rights clause of 8 1-9.107-5(b) requires

the Contractor to record this instrument in the Patent Assignment

Administration
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Register under 35 U.S.C. 261, to pay the‘recording_fee, and to

"send the agency the recorded instrument which contains the U.S.

Patent Office’s recordation information. The Patent Office
in recording this instrument places a record of the instrument
in the Governmental Register maintained pursuant to Executive

Order 9424 of February 18, 1944.




~5]-

CONFIRMATORY INSTRUMENT

(License to the Government)

Application for:

CA{TPitle of Inventicn)

Inventor{s):

- Eerial No.: Contract No.:
- Filing Date: ' ' Contractoer:

The invention identified above is a "Subject Invention"
under Patent Rights clause,

. (ldentiiy clausge)
{ ' : ) 1ncluded in Contract No.___
(date)
with

(specify agency)

- Thisg document 1s confirmatory of the paid-up license granted to
- ¥hie Covernment 1n this invention and patent application, and of

a1 other rights reserved to the Government by this clause.

- The Government is not estopped at any time to contest the
enforceability, validity, or scope of or title to the patent
application identified above or any patent resulting therefrom.
It 1s understood and agreed that this document does not preciude
the Government from asserting rights under the provisions of
said contract or of any other agreement between the Government
and the Contractor, or any other rights of the Government with
respect to the above-~identified invention.

The Government is hereby granted an irrevocable power to

inspect and make copies of the above-identified patent application.

Signed this_ ~  day of __ - , 19 .

SEAL

Applicant or Assignee (Recorded)

BY.

ATTEST:

Business Address

Administration
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(3) Assignments, licenses, confirmatory instruments,

and other papers evidencing any rights of the Government in

patents or patent applicaticns shall be recorded in the Statutory

Register and/or documented in the Governmental Register maintained

Iby the U.S. Patent Office pursuant to Executive Order 9424. Such

documents shall be sent to the Commissioner of Patents,

Attention: Assignment Branch, Washington, D. C. 20231, and when

the document is to be recorded in the Statutory Register, shall

be accompanied by the required fee. When the document is recorded

- in the Statutory Register, the Patent Office places a copy of -

this recording in the Governmental Register.' If the agency does

not have the document recorded in the Statutory Register, it shall

send two copies of the document to the Commissioner of Patents

and request that these documents be filed in a designated section

of the Governmental Register. The Governmental Register contains

three sections: the secret, departmental, and public sections.

The secret section i1s for applications bearing a security classi-

fication; the departmental section is for documents which are to

be made available only to the Government; and the public section

permits access to the public.

§ 1-9.109~6 Greater rights determinations.

(a) Reguest for greater domestic rights. A contractor's

request for a determination of greater domestic rights in an

Administration
Greater rights request

R
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identified invention under the Patent Rights clauses of

8 1-9.107-5(a)y or (c) or 8 1-9.107-6 shall be submitted in

writing to the agency..

{1) The request shall contain the following information:

( i) The. prime contract number and the subcontract

number, if applicable, under which the invention was made and

an identification of the agency's contracting office}

( ii) A brief description of the invention ot a copy

" 0f the invention disclosure;

(iii) The nature and extent of the rights desired;

( iv) A desctiption of the development, risk capital

and expense, and time required to bring the invention to the

point of practical application;

{ v) A statement of the contractor's plans and

“intentions to bring the invention to the point of practical

application iﬁcluding:

(Y  If further development is to be conducted by

the contractor, a description of the facilities, personnel, and

marketing outlets available for that purpose, and the extent to

which such development is to be undertaken by the contractor or

others on his behalf and/or;

(BY If he intends to license the invention, a

brief description of the contractor's licensing program; and

( vi) A statement, where the invention falls within

8 1-9.107-3(a), of the contractor's contribution when he contends

Greater rights request
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_that the Government's contribution to the invention is small

compared to his contribution.

(2)  Rgencies may request additional information which

~would facilitate a determination of greater rights, Tllustrations

of such items of information include the following:

{ 1) The relationship of the invention to a

principal purpose of the contract;

( i1} Any facts or information, known to the

contractor, on whether the invention is intended to be developed

by the Government for commercial usefor'is to be required for

such use by governmental regulation;

(1iii) The relationship, if any, of the invention

to the public health, safety, or welfare; and

{ iv) The field of science -and technology of the

invention and whether the Government has been the principal

developer of this field.

(3) The Cbntractor's employvee (s) who made an invention

in the course of or under a contract may also request, with

proper authorization from his employer, a greater rights deter-

mination whenever the contract so provides. A copy of the

authorization of the contractor-employer should be submitted with

the emplovee-inventor's request for a greater -rights determination.

In submitting the information required for a greater rights

~determination as provided in 8 1-9.109-6(a) (1), and in applying

~ the other proviéions of this paragraph, the term contractor shall

Greater rights request
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be understood to mean the emplovee-inventor.

(b) Reimbursement of costs for filing patent applications.

In ordexr to protect the intéreSt of the Government and the party

submitting a request for a agreater rights determination, the

filing of a United States natent apnllcatlon prior to the acency 's

determlnatlon is permlsSLble. If an appllcatlon on_a Subiject

Invention 1s filed during the pendency of such determination!

or within 60 days prior to the receipt of a reguest- by the agency,

-~ the agency shall reimburse the party filing the application for

the reasonable filing costs and for anv patent prosecutibn as

may have occurred ag provided by & 1-15.205-26 or & 1-15.309-22,

‘Yhenever such costs are not covered in 8§ 1-15.205-26 ox

8 1-15.309-22, the agency may nevertheless reimburse the party

causing the application to be filed for the reasonable costs of

such filing and for any patent prosecution as may have occurred,

subject to the availability of funds provided:

(1) The agency determines that the party is not

entitled to greater rights which are coextensive with the

party's request; and

(2) Prior to reimbursement the party reguesting

such determination assigns the application to a Government

agency and the agency accepts the assignment of the'application.

{c) Agency consideration. The agency shall consider each

request for a determination of greater domestic rights submitted

within the period specified in the Patent Rights clause and shall

Reimbursement of costs

Agency consideration of request
for greater rights

e e
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make the determination in accordance with the criteria set out

in paragraphs (d) or (e) of this section, as applicable.

{(d} Criteria for areater rights determination - Option in
Government clause.,  wWiaen the reguest ror dgreater rights detéf-

mination relates to an invention reported under the Patent Rights

clause of § 1-9.107-5(a) or § 1-9_.107’-6(a):

(1) The requéstigg party may retain greater rights

regardless of whether the invention is or is not a primary object

- of the contract, when the agency finds that the invention comes

“within the criteria of 8 1-9.197-3(a){1) through (4); and
{ i)  The acquisition of the greater rights is a

necessary incentive to call forth private risk capital and

‘expense to bring the invention to the point of practical applica-

tion; or

( ii) The Government's contribution to the invention

is small compared to that of the contractor.

(2) The requesting party also may retain greater rights

when the agency finds:

{ i) The invention is not a primary cobject of the

contract and does not come within the criteria of 8 1-9,107-3(a) (1)

through {4); and

.( ii) The likelihood is that the invention will be

more expeditiously developed to the point of practical application

by the intentions and plans of the requesting party than by the

activities of the Government.

Criteria for greater rights
determination
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(e) <Criteria for areater richts determination - Deferred
clause. When tne reguest for the greater rights determination

relates to an invention reported under the Patent Rights clause

of 8 1-9.107-5(c) or 8 1-9.107-6(b):

(1) The reguesting party may retain greater rights

where the agency finds:

( i)} The invention does not come within the

criteria of § 1-9.107-3(a) (1) through (4); and

( 1i) The likelihood is that the invention will be

more expeditiously developed to the point of practical application

by the intentions and plans of the rggueéting party than by the

activities of the Government.

(2) The reguesting party may retain greater rights

when an agency f£inds that the invention comes within the criteria

of 8 1-9.107-3(a) (1) through (4); and

( i) The acquisition of the greater richts is a

necessary incentive to call forth risk capital and expense to

bring the invention to the point of practical application; or

( ii) The Government's contribution to the invention

is small compared to that of the contractor.

(£f) Agency determination - Domestic rights.

(1) The agency shall notifyv the party requesting a

qreater rights determination of its decision. If the agencv's

greater rights determination is not coextensive with the partv's

Criteria for greater rights
determination

Agency determination of domestic
rights regarding a request for

greater rights
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request, the agency shall inform the pafty of the reasons on which

the action is based and the procedures for requesting reconsidera-

tion.

(2) Where the determination includes a requirement

- that the requesting party have a domestic patent application

filed on the invention, the following provisions shall apply:

F

{ i) The application shall be filed within 6

months from the date of the determination, or such longer period

© as may ba-authcrized by the agency for good cause shown in

writing by the requesting party;

( ii) For each patent application fiied, the party
shall:

() Within 2 months after such £filing or within

2 months after the date of a determination, if such patent

application previousiy has been filed, deliver to the agency a

copy of the application as filed, including the filing date and

serial number;

(B) Include the following statement in the second

paragraph of the specification of the application and any patent:

"The Government has rights in this invention pursuant to

Contract No. ' {or Grant No. )awarded

by (identify the agency).";

(C) Within 6 months after such filing, or within

6 months after submission of the invention disclosure if the

‘patent application has been previouSly.filed, deliver to the

Agency determination of domestic
rights regarding a request for
greater rights
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agency a duly executed and recorded instrumept;prepared by the

Government fully confirmatory of all the rights to which the

Government is entitled, and provide the agency an irrevocable

power to inspect and make copies of the patent'application;

(D) Provide the agency with a copy of the patent

within 2 months after a patent issues on the application: and

{E} Not less than 30 days before the expiration

of the response period for any action required by the Patent

Office, ndtify the agency of any deCision not to continue

prosecution of the application and deliver to the agency executed

instruments granting the Government a powér of attorney; and

(iii) ~ If the applicant decides not to continue

prosecution of the application, or no longer desires to retain

title, he shall convey to the Government, upon request, his

entire right, title, and interest in the invention, and to any

corresponding patent application or patent. The conveyance

shall be made by delivering to the agency duly executed instruments

(prepared!by the Government) and, if applicable, such other papers

as are deemed necessary to vest in the Government the entire

right, title, and interest in the invention and any corresponding

patent application, and to enable the Government to prosecute

the application.

Agency determination of domestic .
rights regarding a request for
greater rights
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(3) - The determination of greater rights, whether

reguested by the contractor or by the employee-inventor, shall

be subject to the reservation of a license to the Government,

and the licensing and the commercial use reporting requirements

of paragraph {(c) "Minimum rights granted to the Government,"

of the Patent Rights clauses.of § 1-9.107-5. The determination

normally shall also be subject to any other reservation or

condition deemed to be appropriate by the agency.

{g) Agency determination. - Foréign.rights.

(1} A request for a foreign rights determination in

'an_invention under the Patent Rights clauses of either 8 1-9.107-5(a)

‘or {(c) or 8 1“9.107*6(&) or (b) may accompaﬁy a request for a

determination of domestic rights of 8§ 1-9,109-6(£f), or may be

submitted independently thereof. The request shall contain the

following information:

( i) The prime contract number and the subcontract

nurnber, if applicable, under which the invention was made and

an identification of the agency's contracting office;

{ 1i) A brief description of the invention or a

copy of the invention disclosurej.

(iii) The countries in which the reguesting party

intends to file a patent application; and

{ iv) Other information required by the agency.

(2) If the Government determines not to file a patent

application on a Subject Invention of the contractor in any

Agency determination of foreign
rights regarding request for
greater rights

i
]
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foreign country, the agency may authorize the reguesting party

to file a patent application on the invention in such foreign

~country and to acguire the entire right, titie, and interest

therein if it determines such authorization to be in the public

"interest, subject to the license to the Government provided

in paragraph {(¢) of the Patent Rights clause in 8 149;107*5(a)

or 8 1-9.107-6{a).

(3) Where the determination includes a requirement

that the requesting party file and prosecute a foreign patent

application on the invention, the following provisions shall

apply:

{ i) The requesting party shall file and prosccute

a patent'application on the invention in {(identify the foreign

countries) in accordance with applicable statutes and regulationé

and within one of the following peridds:

(A) Nine months from the date a corresponding

United States patent application is filed by or on behalf of

the requesting party; or if such an application is not filed,

6 - months from the date of this agreement;

(B) Six months from the date a license is granted

by the Commissioner of Patents to file foreign applications where

stch_filing has been prohibited by security reasons; or

(C) Such longer period as may be approved by the

agency;

Agency determination of foreign
rights regarding request for
~greater rights
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((ii) The reguesting party shall notify the agency

promptly of each foreign application filed and, upon written

request of the agency, shall furnish an English translation of

such foreign application without additional compénsatioﬁ; and

{iii) .If the requesting party files or causes to

be filed a patent application on a Subject Invention in any

foreign country, or if a patent is obtained on such application,

the party shall notify the agency, not less than 60 days hefore

the expiration period for any action requiredpby the foreign

patent office, or any decision not to continue prosecution of

the application or not to pay any maintenance fee covefinq the

invention and within such period shall deliver to the agency:

(A) Executed instruments granting to the Government

power of attorney in the application;

(BY An English translation of the application, if

not previously provided, to the agency; and

(C) Upon request, a conveyance of the party's

entire rights, title, and interest in the invention in the foreign

country, and to any corresponding patent application.

(Sec. 205(c), 63 Stat. 390; 40 U.S.C. 486 (c))

Effective date. This amendment is effective but may be
observed earlier.

- Dated:

Agency determination of foreign
rights regarding request for
~greater rights

Effective date




