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( i) Within 2 months after such filing,or
within ..2 months after submission 'of the invention'disclosure
if the patent c.l}::~.pli~D_tio~re'l/iouslXhas been filed, deliver' to
the Contract~nq Offic2r 0_~o~v_ of the anplication asf,iled,in­
clu-(Trng~--thCi-IiI11g...·-62·t;~-c~ild----s·2- rIaT~-2 r ;

(ii) Include the following statement in the
second paragraph of the sl)cciiication of the application and
any patents issued on a Subject Invention, "The Government
has rights in this invention pursuan·t to Contract No. (or
Grant No. ) m·lanled by (identify the agency) .";

(iii) Within 6 months after filing the application,
or within 6 months after submission of the invention disclosure
if the application helS bel?n filed previously , deliver to the
contracting Officer a GUlv executed and recorded instrument on
a form speci.i:ied by t!pGovernment fully confirmatory of all
rights to which the Government is entitled, and provide the
agency an irrevocable p·~~;r to inspect and make copies of the
patent application;

(iv) Provide the Contracting Officer with a copy
of the patent within 2 months after a patent issues on the
application; and

( v) Not less than 30 days before the expiration
of the response period for any action required by the patent
Office, notify the aeency of any decision not to continue
prosecution of the application and deliver to the Contracting
Officer executed instruments granting the Government a power
of attorney.

(3) For each Subject Invention in which the Contractor
initially elects not to retain domestic rights, the Contractor
shall inform the Contracting Officer promptly in writing of
the date and identity of any on sale, public use, or publication
of such invention which may constitute a statutory bar under
35 U.S.C. 102, which was authorized by or known to the Contractor,
or any contemplated action of this nature.

(k) Filing of foreign patent applications.

(1) With respect to each Subject Invention in which
the Contractor elects to retain rights in a foreign country
pursuant to paragraph (b) (II of this clause, the Contractor shall
have a patent application filed on the invention in such country,
in accordance with applicable statutes and regulations, and
within one of the following periods:

Patent Rights clause (long form)
1-9.107-5(b)
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( i) Nine months from the date of a corresponding
United States aDolication filed by or on behalf of the Contractor;
or- it sucl1 an a-;;)-iIca tion is not :riled, 6 months from t112 Ctd t,:',

the invention is submitted in a disclosure pursuant to paragraph
(e) (2) (i) of this clause;

(ii) Six months from the date a license is granted
by the Commissioner of Patents to file foreign applications
where such filing has been prohibited by security reasons; or

(iii) Such longer period as may be approved by the
Contracting Officer.

(2) The Contractor shall notify the Contracting Officer
promptly of each foreign application filed and, upon written
request, shall furnish an English translation of such foreign
application without additional compensation.

(c) Patent Rights clause - Deferred Determination. [Whel:'e)

When the agency has determined that [ehe-pl:'epesea) a contract

[eemes l falls within S 1-9.107-4 (a) (4), the Patent Rights clause

[se~-£el:''!:.h-ift--fat7-abe'\'e7) in S 1-9.l07-5(a) shall be included

in the contract, except that the name of the clause shall be

changed to "PATENT RIGHTS - DEFERRED DETERMINATION" and paragraph

(b) of that clause shall be replaced with the following paragraph

(b) :

(b) Disposition of principal rights.

(1) Determination. The Government shall have the
sole and exclusive power to determine the disposition of the
domestic and foreign rights in any Subject Invention [ef-~he
eeftel:'aeee¥~ afta-~e-aeeel:'mine-wheehel:'-er-nee-afta-whel:'e-a-raeene

arpiiea~ien-shaii-be-fiiea-en-ehe-in'\'eneien7-exeepe-as-rl:'e'\'iaea
in--fet7--fat7-ana--fft7-beiew). Where the agency determines that
the Government shall have title to a Subject Invention, the
Contractor agrees, upon request of the Government, to assign the
entire right, title, and interest throughout the world in and to
each Subject Invention, except to the extent that greater rights
are obtained under paragraphs (b) (2) and (d) of this clause.

Patent Rights clause (long form)
1-9.107-5(b)

Patent Rights clause (long form)
1-9.107-5(c)
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(2) IReertiest.-fer-~1l Greater rights determinations.
[~it] The Contractor, or the employee inventor with authorization
of the Contri1ctor, may [reCjtieseJ retain grea'ter rights [:i:t~-'Il

stlbjeet.-ilWCrte1:0l'l] than the nonexc lusive license [s!,eeifiecl-in
4dt-and-ehe-risht-te-fi±e-a-Bftieed-5eates-patefi'i:.-app±ieat.ieft]
of this clause in accordance with the procedure and criteria
of 41 CeIl. S 1-9.109-6. [Yhe] A reguestfor a determination
of ~;-Jhether tl1.8 Contra.ctor / or the employee-inventor is entitled
to such greater rights [shall] must be submitted to the Contract­
ing Officer [ift-writin~] at the time of first disclosure of the
invention pursuant to paragraph (e) [,-belew,] (2) (i) of this
clause, or not later than 3 months thereafter or such longer
period as may be authorized by the Contracting Officer for good
cause shown in writing by the Contractor. The information to be
submitted for a greater rights determination is specified in
41 CFR 1-9.109-6. Each determination of greater rights under this
contract normally shall be SUbject to paragraph (c) of this
clause and to the reservations and conditions deemed to be
appropriate by the agency.

[4iit--~he-reertiest.-in-4it-shall-eent.ain-a-st.atement

ef-the-eentraeeer~s-ineentien-ancl-p±an-te-brin~-the-inventien

te-the-peifit-ef-praetieal-applieatieft.--Phe-eentraeter-shall
establish,-tipeft-reertiese,-the-l±keliheecl-that-the-invefttien-wil±
be-mere-e~peclitielis±7-clevelepecl-te-the-peint-ef-praet±eal­

applieatien-tiftcler-h±s-p±an-than-by-6evernffient-lieens±ft~-er

6eclieatien-te-the-pliblie.--Hewever,-if-the-inventien-fal~s

w±tfiin-ehe-criter±a-ef-4l-ePR-l-9.l8~-34at,-the-~e~tlest-sfia±±

set-€erth-±ftfe~fflatieR-ancl-fae~s-tenclifi~-te-shew-ehat-4AT-the

ae~li±sit±en-ef-stieh-~reate~-ri~hts-is-a-neeessa~y-ineentive-te

ea~l-fereh-private-risk-ea~ita±-ancl-e~~eftSe-ee-BriR~-the-iRventien

te-~he-pe±nt-ef-praeeieal-a~p~ieaeien-e~-4bt-~he-6evernfflene~s

eefie~±bti~ien-ee-the-±nvefie±en-was-sfflal±-eemparecl-~e-ehae-ef-ehe

eentraeter.

43t--Pe~ei~n-ri~h~s.--~£-~he-6eve~nmen~-clete~mines
net-te-file-a-~atefi~-appl±ea~ien-en-a-5tibjeet-~nventien-ef-the

eent~aeter-in-any-~ar~ieti~a~-fereiqn-eetintry,-the-a~ene7-may
atl~heri~e-the-eentraeter-te-f±~e-a-patene-appl±eat±en-en-stieh

inveneien-in-stieh-ferei~n-ee~nt~y-ancl-te-ae~tiire-ehe-enti~e
ri~fit,-title,-ancl-±neeres~·-~he~ein,-sliBjeet-ee-tfle-l±eense-te
tfle-6eve~nfflent-spee±i~ecl-in-~et.]

Patent Rights clause (long form)
l-9.l07-5(c)
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License [fe~] ri9hts of States and municipal governments.

(1) 1~~hen the agency head determines at the tirr.c of

contracting that it would not be in the public interest to

acquire a paid up license [tlnde~-a-5tlfljee~-~fivefi~±en] in inventions

made in the course of or, under the contract for States and domestic

municipal governments, [stlflpa~ag~aph-~ft-ef] paragraph (c)lll

[±fi-~he-efatlse-se~-fe~~h-in]of the Patent Rights clauses in

S 1-9.10775[~at] shall be replaced with the following [stlfl]paragraph

(c) (1) :

(1) [~he··€efl~~ae~e~-ag~ees-~e-afid-dees-h]Hereby
grants to the Government a none~clusive, nontransferable,
paid-up license to make, use, and sell eaehSubject Invention
throughout the world by or on behalf of the Government of the
United States (including any Government agency) .

(2) ~fuen the agency head [wishes] decides to reserve

the right to make the determination that it would not be in the

public interest to acquire a paid-up license in a Subject

Invention for States and domestic municipal governments until

after the invention has been identified, [stlbpa~ag~aph-~ft]

paragraph (c)J1l [in] of the Patent Riqhts clauses [se~-fer~h]

in S 1-9.107-5[~at] shall be replaced with the following

[Stlfl]paragraph (c) (1):

(1) [~he-€en~~ae~e~-ag~ees-~e-afid-dees-h]Hereby
grants to the Government a none~clusive, nontransferable, paid-up
license to make, use, and sell [~he] each Subject Invention

Patent Rights clause (long form)
1-9.107-5(d)
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throughout the world by or on behalf of the Government of the
United States (including any Government agency), States, and
do~estic rnunici,pal govern~cnts, unless the agency head determines
after the invention has been identified that it would not be in
the public interest to acquire the license for States and domestic
municipal governments.

(e) Right to sublicense foreign governments.

(1) When the agency head determines at the time of

contracting that it would be in the national interest to acquire

the right to sublicense [any] foreign government~ pursuant to

any [e~is~ift~-e~-ftl~tl~e] treaty or agreement, [~fie-feiiewifi~

stlbpa~a~~apfi-efiaii-be-ifieitlded-aS-5tlbpa~a~~aph-~zt-ifi]a

sentence shall be added to the end of paragraph (c)l!l [ift]

of the Patent Rights clause~ [se~-fe~~fi] in S l-9.l07-5[~at-aftd

~fte-feffiaiftift~-stlbpa~a~~a~fis-ift-~a~a~~a~fi-~et-sfiaii-be-fefttlffibered

aeeefdin~iy] as follows:

[~zt--~fie] This license [s~ee~f~ee-~n-~±~ shall include
the right of the Government to sublicense [any] foreign govern­
governments pursuant to any [e~is~ift~-e~-ftl~tlre] treaty or
agreement with such foreign governments.

Patent Rights clause (long form)
1-9.l07-5(e)
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(2) When the agency head wishes to reserve the riqht

to make the determination to sublicense foreign governments

pursuant to any [exiseifl~-er-fti~tire] treaty or agreement until

after the invention has been identified, [~fle-fellew±ng-sub-

pa1'"a~1'"apfl--s·h-a-l·l--be--i-nel1:'td-ed-as--'""Stlbl?ara~rai"h--filt-ifl] a senten.c~

shall be added to the end of paragraph (c)lll [ifl] of the

Patent Rights clause~ [se~-fer~h] in S 1-9.107-5[-fat"afld-~he

femaiflifl~-stibl?afa~ral?fls-ifl-I?afa~ral?fl--fet-sha~l-be-refltlmbered

aeeerdifl~~Y] as follows:

[-filt--~he] This license [sl?eeif±ed-ifl--f~t] shall include
the right of the Government to sublicense ~n~ foreign governments
pursuant to any [ex±s~ifl~-ef-ftletlfe] treaty or agreement if the
agency head determines after the invention has been identified
that it would be in the national interest to acquire this right.

Patent Rights clause (long form)
1-9.107-5(e)
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(f) Hinimum rights to contractor (Upon request). When

the agency determines that the contractor may reserve a revocable,

nonexclusive , royalty-free license in inventions made in the course

of or under the contract, only upon a request by the contractor

for such a license, paragraph (d) (1) of· the clauses in S 1-9.107-5

shall be replaced with the following paragraph (d) (1) :

(d) Hinimum rights to the Contractor.

(1) As to each Subject Invention, upon which the
Government flies patent appllcatlons, the Government shall, upon
request, reserve to the Contractor a revocable, nonexclusive,
royalty-free license for the practice of. the invention throughout
the United S·tates, its territories and possessions, Puerto Rico,
and the District of Columbia, and, if so requested, in any
foreign country where the Government files a patent application.
The license shall extend to the Contractor's domestic subsidiaries
and affiliates, if any, within the corporate structure of which
the Contractor is a part and include the right to grant
sublicenses of the same scope to the ext:ent the Contractor was
legally obligated to do so at the time the contract was a%'ardcd.
The license shall be assignable only with approval of the agency,
except to the successor of that part of the Contractor's business
to which the invention pertains.

[i~t--Irre.oea~}e-}ieehsel·

tractor (Irrevocable).
(g)

When
Hinimum rights to Con-
the agency [dee~des-te <jJ:'afttc]

/~

determines that the contractor may reserve an irrevocable, non-

exclusive, royalty-free license [eft-a-6tlbjeet-~ft.efte~eft] in the

inventions resulting from the contract, paragraph ['Ee}]~ [in-ehe

eiatlse-setc-ferth-ift] of the Patent Rights clauses of S 1-9.107-5 (aJ

shall be replaced with the following paragraph (d):

(d) As to each Subject Invention upon which the Government
files patent applications, t~he-6e.erftffieftt-heJ:'e~y<jraftes te t]
The Contractor reserves an irrevocable, nonexclusive, royalty-free
license [eft-eaeh-6tl~jeet-~ft.eftt~eft] for the practice of [the]
such invention throughout the United States, its territories
and possessions, Puerto Rico, and the District of Columbia, and
in any foreign country where the Government files a patent

Patent Rights clause (long form)
1-9.107-5(f)

Patent Rights clause (long form)
1-9.107-5(g)
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application. The license shall extend to the Contractor's
[ex-i st.il'lg-aTle- ftl "tl:ee~tlsseeiet.ed-aftd- a f fi'l:iaeed-eempa.l'Iie s]
domestic subsidiaries and affiliates, if any, within the
corporate structure of which the Contractor is a part [Elfid
sfia'l:'l:-be-l'Iefla95±gl'lab'l:e-wi~hetlt.-app:eeva'l:-by-t.fle-agefleY7-exeept.

~e-~he-stleeesse:e-ef-t.hae-pa:et.-ef-t.he-eeflt.:eaete:e~s-btlsifless-t.e

whiefl-t.fle-iftvefltiefi-pe~taifls] ang include the right to grant
sublicenses of the same scope to the extent the Contractor
was legally obliqated to do so at the time the contract was
awarded. This license shall be assignable only with approval
of the agency, excent to the successor of that part of the
Contractor's business to which the invention pertains.

(h) Irrevocable license on Subject Inventions previously
constrUCtlveIy reduced to praCtlce--:--T,nen an agency decldes

that tne . contractor may reserve an irrevocable, nonexclusive

and royalty-free license for practice in this country of each

invention first actually reduced to practice under a contract

which was conceived and constructively r.educed to practice by

the contractor prior to the effective date of execution of the

contract, the following paragraph (d) (4) shall he added to.paragraph

(d) of the Patent Riahts clauses in S 1-9.107-5.

(4) In addition to the provisions of paragraph (d) (1) .of
;this clause, the Contractor reserves an irrevoca.bJ P, DnnpxcJ llS.ive and
royalty-free license for practice throughout the Unlted states,
its territories and possessions, Puerto Rico, and the District
of Columbia of each Subject Invention first actually constructively
reduced to practice by the Contractor prior to the effective
date of : this contract. The license shall extend
to the Contractor's domestic subsidiaries and affiliates, .if
any, vlithin the corporate str1:.ctu.re of ,"hich the Contractor is
a part and include the right to grant sublicenses of the
same SCOPE'-' to the extent the Contractor was legally obLigated
to do so at the time the Contract was awarded. The license
shall be assignable only with approval by the agency, except to
the successor of that part of the Contractor's business to which
the invention pertains.

Patent Rights clause (long form)
l-9.l07-5(g)

Patent Rights clause (long form)
1-9.l07-5(h)
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[A'lel"le:i:eg-gtlb:iee'i:.-ee-geaeuee~y-afid~e~ea-ey-~e"ltl±~e­

Iftents] Clauses for c1om(:~sticcontracts (short for:i"~).

[flgefie±eg-gtlb:ieet-te-g?eeifie-stattlteg-and-to~an7-existing

afid-£tlttl~e--e~eaey-e~-ag~eemefie-between-the-Bfi±ted-States-and

afiy-£e~ie'lfi~eetlrre~y-eha'l:'l:-ifidi'ifidtla±±y-medi£y-the-:Paeent-Rights

e±atlgeg-ifi-~-'l:-97±e~-5~at7-~bt7-afid-~et-te-meet-ehe-~e"ltliremenes

e£-gtleh-gtattlteg7-t~eatY7-e~-ag~eemefit7]

(a) 'Patent ;<.ights clause .. Option in the Government.

The following clause may be used in place of the clause of

S l-9.l07-S(a) in contracts for basic and applied research

with nonprofit organizations.

Patent Rights clause (short form)
1-9.107-6

"'C'>iFz"
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PATENT RIGHTS - OPTION IN THE GOVERNt,lENT (short form)

fa) Definitions.

"Subject Invention," means any invention or discovery
of the Contractor conceived or first actually reduced to practice
in the course of or under this contract, and includes any art,
method, process, machine, manufacture, design, or composition of
matter, or any new and useful i~orovement thereof, or any variety
of plant, which is or may be patentable under the Patent Laws or
the united States of &~erica or any foreign country.

(bj Invention disclosures and reports .

. (lj The Contractor shall furnish the Contracting
Officer;

( i) A complete technical disclosure for each
Subject Invention, within 6; months after conception or first
actual reduction to practice, whichever occurs first in the
course of or under the contract, but in any event prior to any
on sale, public use, or publication of such invention known to
the Contractor. Such disclosure shall identify the contract
and inventor, and be sutficiently complete in technical detail
and appropriately illustrated by sketch or diagram to convey
to one skilled in the art to which the invention pertains a clear
understanding of the nature, purpose, operation, and to the extent
known, the physical, chemical, biological, or electrical
characteristics of the invention;

(ii) Interim reports l at least every 12 months
from the date of the contract certifying that all Subject
Inventions have been disclosed or that there are no such
inventions; and

(iii) An acceptable final reportl, within 3 months
after completion of the contract work, listing all Subject
Inventions or certifyinq that there were no such inventions.

(0) Disposition of principal rights.

(1) The Contractor agrees to assign to the Government
the entire riqht, tltle, and interest throughout the world In and
to each Subject Invention, except to the extent that rights
are obtained by the Contractor under paragraphs (c) (2) and (d)
of this clause.

1 Agency may specify a form. Patent Rights clause (short form)
1-9~107-6(a)

"i-~;Tr-'>~
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(2) The Contractor, or the employee-inventor with
au.t.ho r dz.at i on of the Contractor, m:tY retain (Treater riGhts than
t.hc nonC::'~c~(.1::i1/~~ lic'?;y"lSfl Dro?ic.1.8d ~n Dctracranh (d) of this ,c::.10us"e
in ,ac c~Or(f~-l~~CC----\:;1tIltE-,~---pro~ce-liure--ar;cl-c'i'-ite-r-iab£'-41~CFR~-l=-'-~)"~-rb-9':' Er.
A r cqucs t; for a deterl~1ination of _'i\~hether thoContr2ctor, or the
em?loycc-invento r is entitled to such greater rights must be
SclxmLtted to the Contractinq Officer at the time of the first
disclosure of Lhe invention 'pursuant to paraGraph (b) (1) of this_. -,-

clause, arnot later than 3 months th~reafter or such longer
period as may be authorizad bv the Contracting Officer for good
cause shown in writinG bv the Contractor. The information to
be submitted for a great~riights determination lS specified
in 41 CPR 1-9.109-6. Each determination of greater rights under
this contract shall be subject to the provisions of paragraph (c)
"~linimum rights granted to the Government" of the clause In
41 CFR 1-9.107-S(a), and to the reservations and conditions
deemed appropriate by the agency.

(d) Minimum riGhts to the Contractor. As to each Subject
Inventlon uDan \7I~lcn- thec;-overnrnent flIes a patent .applicati on,
the Government shall, upon request reserve to the ~ontractor a
revocable, nonexclusive, royalty-free license for the practice
of the invention Lhroughout the united States, its territories
and possessions, Puerto Rico, and the District of Columbia,
and in any foreign country where the Gover~ment files a patent
application. Revocation shall be in accordance with the
procedure of the clause in 41 CFR 1-9.107-S(d) (2) and (3).

(e) Employee and Subcontractor agreements. Unless otherwise
authorlzea In wrltlnq bv theCOTItractlnq 0fflcer, the Contractor
shall:

(1) Obtain patent agreements to effectuate the
provisions of this clause from all persons who perform any part
of the work under this contract, except clerical and manual
labor personnel;

(2) Insert in each subcontract, having experimental,
developmental, or research work as one of its purposes, provi
sions making this clause applicable to the Subcontractor and
his employees; and

(3) Promptly notify the Contracting Officer of the
award of any such subcontract by providing him with a coPy of
such subcontract and any amendments thereto.

Patent Riahts clause (short form)
1-9.107-6(a)
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(b) Patent Riohts clause - Deferred determination (short form).

This clause may be used in place of the clause of S l-9.107-5(c)

in contracts for basic and applied research with nonprofit

organizations. When the agency determines that a contract falls

within S 1-9.107-3(c) and that a short form Patent Rights clause

is to be used pursuant to S 1-9.l07-4(a) (5) , the Patent Rights

clause set forth in S 1-9.107-6 (a) shall be included in the

contract except that the name of the clause shall be changed

to "PATENT RIGHTS - DEFERRED DETERMINATION (short form)":

and paragraph (c) (1) of that clause shall be replaced py the

following paragraph (c) (1) :

(1) The Government shall have the sole and exclusive
power to determine the disposition of the domestic and foreign
rights in any Subject Invention. Where the agency determines
that the Government shall have title, the Contractor agrees,
upon request of the Government, to assign the entire right, title,
and interest throughout the world in and to each Subject Invention
except to the extent that rights are obtained by the Contractor
under paragraphs (c) (2) and (d) of this clause.

S 1-9.107-7 Clause for Foreign Contracts.

A Patent Rights clause shall be included in every contract

having as one of its purposes the conduct of experimental,

developmental, or research work which is to be performed outside

the United States, its possessions, or Puerto Rico. The clauses

authorized for domestic contracts in SS 1-9.107-5 and 1-9.107-6

may be used or replaced by any other clause tailored to meet

the requirements peculiar to the foreign procurement.

Patent Rights clause (short form)
1-9.107-6(b)

Clause for foreign contracts
1-9.107-7

_________________~_'L_
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Administration of Patent Rights clauses.

Every effort should be made to realize for the Govern-

/---.

ment and the public the benefit of inventions and discoveries

resulting from Government experimental, research and development

contracts even where the inventions are an incidental product of

the work. It is important that the Government know and exercise

its rights in inventions in order to ensure their expeditious

availability to the public, to enable the Government and the

public to avoid unnecessary payment of royalties, and to defend

itself against claims and suits for patent infringement. To

attain these ends, contracts having Patent Rights clauses should

be so administered that:

(1) Inventions are identified, disclosed and reported

as required by the contract clauses;

(2) The rights of the Government in such inventions

are established:

(3) When appropriate, patent applications are timely

filed and, prosecuted by contractors or by the Government;

(4) The filing of patent applications is documented

by formal instruments such as licenses or assignments; and

(5) Commercial utilization of such inventions is

achieved.

(b) Each contractor shall establish and maintain effective

procedures to assure that inventions made under the contract

are identified and that the Government's rights therein are

Administration

'[cll1'



-46-

established and protected. ~fuen it is determined after the award

of a contract that the contractor or subcontractor may not have

a clear understanding of the rights and obligations of the parties

under a Patent Rights clause, a post-award orientation conference

or letter should be used to explain these rights and obligations.

When reviewing a contractor's procedures, particular attention

shall be given to ascertaining their effectiveness for identifying

and disclosing inventions.

(c) Each Government agency shall detect failures by the

contractor to comply with his obligations under the Patent Rights

clause and require correction thereof. This effort should be

directed primarily towards contracts and subcontracts which

because of the nature of the work or the large dollar amount

spent are likely to result in inventions which are significant

in number or quality, and towards contracts and subcontracts

where there is reason to believe the contractors may not be

complying with their contractual obligations. Other contracts

and subcontracts should be spot-checked when feasible. These

follow-up activities may include:

(1) Reviewing technical reports submitted by the

contractor;

(2) Checking sources for patents issued to the con­

tractor in fields related to his Government contracts;

(3) Interviewing contractor personnel as to work under

the contract, observing the work on site, and inspecting laboratory

Administration
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notebooks and other records of the contractor related to work

under the contract; and

(4) Interviewing agency technical personnel as to

novel developments in contracts under their cognizance.

(d) If the contractor operating under the Patent Rights

clauses of S 1-9.107-5 fails to establish, maintain, or follow

effective procedures for identifying and disclosing inventions as

required by the Patent Rights.clause, or fails to correct any

deficiency after notice thereof, the contracting Officer may

require the contractor to make available for examination all

records and documents relating to inventions to enable an agency

determination of whether there are s\lch inventions, and may invoke

the withholding of payments. Further, the Contracting Officer

may invoke the withholding of payments if the contractor fails

to disclose an invention deemed by the agency to be a Subject

Invention.

(e) Conveyance of invention rights to Government.

(1) Where the Government is entitled to the conveyance

of the entire right, title, and interest in an invention pursuant

to a contract, assignments are required from the inventor to

the contractor and from the contractor to the Government, to

establish clearly the chain of title from the inventor to the

Government. The form of conveyance of title from the inventor

to the contractor must be legally sufficient to convey the rights

the contractor is required to convey to the Government. The

Administration
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optional form of assianment set forth in. this S 1-9.109 (e) (1)

provides the·complete chain of title in a single instrument and

may be used to convey title to the Government. Alternatively,

if separate assignments are used, both documents ·shall be

forwarded simultaneously to the agency for recording.

ASSIGNHENT

Inventor(s) :
Contractor:
Contract No. :
AppIJ.catJ.on 'l'J.1:l:e:
Con tractor ' s InvenEJ.on . DocKet ,qo.:
SerJ.aI NO.: __~ _ £'J.IJ.ng Date:
Date's) Inventor(s) Executed aaEIT:

The undersianed Inventor(s), in recognition of his (their)
obligation as employee(s) of the Contractor to assign inventions
to the Contractor, and pursuant to the obligations of the Con
tractor to the Government under the above contract hereby assigns
(assign) to the united States of America, as represented by the
above-identified agency, all right, t~tleand interest in and
to each invention disclosed and claimed in the above U.S. patent
application, and any substitution, division, continuation-in
part, or continuation of such patent applicatJ.on and any application
for reissue of any patent resulting from such patent applJ.catJ.on,
subject to the reservation of the following license, if any, to the
Contractor:

Any license reserved to the Contractor shall extend to the
Contractor's domestic subsidiaries and affiliates, if any, wJ.thin
the corporate structure of which the Contractor is a part and
include the right to grant sublicenses of the same scope to
the extent the Contractor was legally obligated to do so at the
time the contract was awarded. The license shall be assignable
only with approval of the agency, except to the successor ot that
part of the Contractor's business to whJ.ch such J.nventJ.on pertaJ.ns.

The Inventor(s) further agrees (agree) to assist the Contractor
and the Government, upon request, by furnJ.shJ.ng any avaJ.labIc
information and documents, performing all acts, and doing all things
which may be reasonably necessary to make this assignment effectJ.ve.

Administration
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The Contractor joins in and aqrees to the foregoing assian­
ment, and exce?t for the above reservation ora "license, if any,
relinauishes and assians all riqhts, title and interest in and
to s:.:ch in"7:-'ntj.0T1S rlnc1 =~}~rthor- 301""005 to· fu:t:'nish to the Govern­
ment, upon request, any available information and documents
necessary for the prosecution of the above-identified application
for patent.

Signed this

(SEAL)

ATTEST:

Signed this

ATTEST:

day of

day of

, 19

INVEN1'DK157

, 19

CON'l'RACTUK'S OFFIClzrr;--& 'I'I'I'Le

Accepted and agreed to on behalf
of the Government

Agency oIflCTaI

vaLB

(2) When the clause of S 1-9.107-5(b) is included in

a contract, or when a party obtains title to an identified

invention and the right to file a patent application pursuant

to a greater rights determination of S 1-9.109-6, the optional

form of Confirmatory Instrument set forth in this S 1-9.109(e) (2)

is approved for use by the contractor or by the party obtaining

greater rights. The Patent Rights clause of S 1-9.107-5(b) requires

the contractor to record this instrument in the Patent Assignment

Administration
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Register under 35 U.S.C. 261, to pay the recording fee, and to

send the agency the recorded instrument which contains the U.S.

Patent Office's recordation information. The Patent Office

in recording this instrument places a record of the instrument

in the Governmental Register maintained pursuant to Executive

Order 9424 of February 18, 1944.

~:cr:'1,
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CONFIRHATORY DISTRUNENT

(License to the Government)

Application for:
(T i Ei"c--ofli1vC:1tion)

Inventor(s) :
Berlal No.: Contract No.:
Elllng Date: Contractor:

The invention identified above is a "Subject Invention"
under Patent Rlghts clause,

(

with
I:daT:eJ

rld~tlIY-Clau$e)

) included in Contract NO.

lsp~lfy-agency)

This document is confirmatory of the pald-up license granted to
the Government In thls lnventlon and patent application, and of
all other rlghts reserved to the Government by this clause.

The Government is not estopped at any time to contest the
enforceablllty, valldity, or scope of or title to the patent
appIlcatlon ldentlfled above or any patent resulting therefrom.
it lS understood and agreed that this document does not preclude
the Government from asserting rights under the provisions of
sald contract or of any other agreement between the Government
and the Contractor, or any other rights of the Government with
respect to the above-identified invention.

The Government is hereby granted an irrevocable power to
inspect and make copies of the above-identified patent application.

Signed this

SEAL

ATTEST:

l

day of , 19

Applicant or Assignee (Recorded)

By

BusinessAddress

Administration
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(3) Assignments, licenses, confirmatory instruments,

and other papers evidencing any rights of the Government in

pat.eri t s o r pc t crrt 7'.,.., 1 Lca t i ons sha l.I b~ r eco r dcd Ln tho Stotuto'-y.•~'- _ J... ..::.- ::;-'1. ,......... "-'........ __ "-........ .l,... u. .....

Register and/or documented in the Governmental Register maintained

by the U.S. Patent Office pursuant to Executive Order 9424.

documents shall be sent to the Commissioner of Patents,

Such

Attention: Assignment Branch, Washington, D. C. 20231, and when

the document is to be recorded in the Statutory Register, shall

be accompanied by the required fee. When the document is recorded

in the Statutory Register, the Patent Office places a copy of

this recording _in the Governmental Register. If the agency does

not have the document recorded in the Statutory Register, it shall

send two copies of the document to the Commissioner of Patents

and request that these documents be filed in a designated section

of the Governmental Register. The Governmental Register contains

three sections: the secret, departmental, and pUblic sections.

The secret section is for applications bearing a security classi-

fication; the departmental section is for documents which are to

be made available only to the Government; and the public section

permits access to the public.

S 1-9.109-6 Greater rights determinations.

(a) Request for greater domestic rights. A contractor's

request for a determination of greater domestic rights in an

Administration
Greater rights request
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identified invention under the Patent Rights clauses of

S l-9.l07-5(a) or (c) or S 1-9.107-6 shall be subraitted in

,<Jr i tinq to the aaency...:..

(1) The request shall contain the following information:

i) The prime contract number and the subcontract

number, if aDplicable, under which the invention was made and

an identification of the agency's contracting office;

(ii) A brief description of the invention or a copy

of the invention disclosure;

(iii) The nature and extent of the rights desired;

(iv) A description of the development, risk capital

and expense, and time required to bring the invention to the

point of practical application,

( v) A statement of the contractor's plans and.

intentions to bring the invention to the point of practical

application including:

(A) If further development is to be conducted by

the contractor, a description of the facilities, personnel, and

marketing outlets available for that purpose, and the extent to

which such development is to be undertaken by the contractor or

others on his behalf and/or;

(B) If he intends to license the invention, a

brief description of the contractor's licensing program, and

(vi) A statement, where the invention falls within

S l-9.l07-3(a), of the contractor's contribution when he contends

Greater rights request
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that the Government's contribution to the invention is small

compared to his contribution.

(2) Agencies may request additional information which

would facilitate a determination of greater rights. Illustrations

of such items of information include the following:

( i) The relationship of the invention to a

principal purpose of the contract;

(ii) Any facts or information, known to the

contractor, on whether the invention is intended to be developed

by the Government for commerci·al use or is to be required for

such use by governmental regulation;

(iii) The relationship, if any, of the invention

to the pUblic health, safety, or welfare; and

(iv) The field of science and technology of the

invention and whether the Government has been the principal

developer of this field.

(3) The contractor's employee(s) who made an invention

in the course of or under a contract may also request, with

proper authorization from his employer, a greater rights deter­

mination whenever the contract so provides. A copy of the

authorization of the contractor-employer should be submitted with

the employee-inventor's request for a greater rights determination.

In submitting the information required for a greater rights

determination as provided in S 1-9.109-6(a) (1), and in applying

the other provisions of this paragraph, the term contractor shall

Greater rights request
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be understood to mean the emoloyee-inventor ..

(b) Re i.rnbu'r s erren t; of costs for filing patent applications.
_.,~. - -- -_.. - -- _.

In order to protect the interest of the Government and the party

sUbmitting a request for a greater rights determination, the

filing of a United States patent application prior to the aaency's

determination is permissible. If an application on a Subject

Invention is filed during the pendency of such determination,

or within 60 days prior to the receipt of a request by the agency,

the agency shall reimburse the party filing the application for

the reasonable filing costs and for any patent prosecution as

may have occurred as provided by S 1-15.205-26 or S 1-15.309-22.

vfuenever such costs are not covered in S 1-15.205-26 or

S 1-15.309-22, the agency may nevertheless reimburse the party

causing the application to be filed for the reasonable costs of

such filing and for any patent prosecution as may have occurred,

subject to the availability of funds provided:

(1) The agency determines that the party is not

entitled to greater rights which are coextensive with the

party's request; and

(2) Prior to reimbursement the party requesting

such determination assigns the application to a Government

agency and the agency accepts the assignment of the application.

(e) Agency consideration. The agency shall consider each

request for a determination of greater domestic rights submitted

within the period specified in the Patent Rights clause and shall

Reimbursement of costs
Agency consideration of request

for greater rights
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make the deternination in accordance with the criteria set out

in paragraphs (d) or (e) of this section, as applicable.

(d) Criteria for areater riqhts determination - Option in
Government C.LaUse. \'d1en the request for greater .rlgnts det8r

mination relates to an invention reported under the Patent Rights

clause of S 1-9.107-S(a) or S 1-9.107-6(a):

(1) The requesting party may retain greater rights

regardless of whether the invention is or is not a primary object

of the contract, when the agency finds that the invention comes

within thA criteria of Sl-9.1Q7-3(a) (1) through (4); and
( i) The acquisition of the greater rights is a

necessary incentive to call forth private risk capital and

expense to bring the invention to the point of practical applica-

tion; or

(ii) The Government's contribution to the invention

is small compared to that of the contractor.

(2) The requesting party also may retain greater rights

when the agency finds:

( i) The invention is not a primary object of the

contract and does not come within the criteria of S l-9.107-3(a) (1)

through (4); and

(ii) The likelihood is that the invention will be

more expeditiously developed to the point of practical application

by the intentions and plans of the requesting party than by the

activities of the Government.

Criteria for greater rights
determination
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(e) Criteria for areater riqhts determination - Deferred
clause. \'iD."0:;~t:he request for the - grea ter rights' determina tion

relates to an invention reported under the Patent Rights clause

of S 1-9.107-5(c) or S 1-9.107-6(b):

(1) The requesting party may retain greater rights

where the agency finds:

i) The invention does not come within the

criteria of S 1-9.107-3(a) (1) through (4); and

( ii) The likelihood is that the invention will be

more expeditiously developed to the point of practical application

by the intentions and plans of the reguesting party than by the

activities of the Government.

(2) The requesting party may retain greater rights

when an agency finds that the invention comes within the criteria

of S 1-9.107-3 (a) (1) through (4); and

i) The acquisition of the greater rights is a

necessary incentive to call forth risk capital and expense to

bring the invention to the point of practical application; or

( ii) The Governrnent's contribution to the invention

is small compared to that of the contractor.

(f) Agency determination - Domestic rights.

(1) The agency shall notify the party reguesting a

greater rights determination of its decision. If the agency's

greater rights determination is not coextensive with the party's

Criteria for greater rights
determination

Agency determination of domestic
rights regarding a request for
greater rights
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request, the agency shall inform the party of the reasons on which

the action is based an.d the procedures for reques"ting reconsidera-

tion.

(2) vfuere the determination includes a requirement

that the requesting party have a domestic patent application

filed on the invention, the following provisions shall apply:

i) The application shall be filed within 6

months from the date of the determination, or such longer period

as m~y ~e-authorizedby the agency for good cause shown in

writing by the requesting party;

(ii) For each patent application filed, the party

shall:

(A) within 2 months after such filing or within

2 months after the date of a determination, if such patent

application previously has been filed, deliver to the agency a

copy of the application as filed, including the filing date and

serial number;

(B) Include the following statement in the second

paragraph of the specification of the application and any patent:

"The Government has rights in this invention pursuant to

Contract No. (or Grant No. ) awarded

by (identify the agency).";

(C) Within 6 months after such filing, or within

6 months after submission of the invention disclosure if the

patent application has been previously filed, deliver to the

Agency determination of domestic
rights regarding a request for
greater rights
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agency a duly executed .ancl recorded instrument prepaxed by the

Government fully confirmatory of all the rights to which the

Government is entitled, and provide the agency an irrevocable

power to inspect and make copies of the patent application;

(D) Provide the agency with a copy of the patent

within 2 months after a patent issues on the application; and

(E) Not less than 30 days before the expiration

of the response period for any action required by the Patent

Office, notify the agency of any decision not to continue

prosecution of the application and deliver to the agency executed

instruments granting the Government a power of attorney; and

(iii) If the applicant decides not to continue

prosecution of the application, or no longer desires to retain

title, he shall convey to the Government, upon request, his

entire right, title, and interest in the invention, and to any

corresponding patent application or patent. The conveyance

shall be made by delivering to the agency duly executed instruments

(prepared by the Government) and, if applicable, such other papers

as are deemed necessary to vest in the Government the entire

right, title, and interest in the invention and any corresponding

patent application, and to enable the Government to prosecute

the application.

Agency determination of domestic
rights regarding a request for
greater rights
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(3) The determination of greater rights, whether

requested by the contractor or by the employee-inventor, shall

be subject to the reservation of a license to the Government,

and the licensing and the commercial use reporting requirements

of paragraph (c) "tHnimum riqhts granted to the Government, "

of the Patent Rights clauses of S 1-9.107-5. The determination

normally shall also be subject to any other reservation or

condition deemed to be appropriate by the agency.

(g) Agency determination - Foreign rights.

(1) A request for a foreign riqhts determination in

an invention under the Patent Rights clauses of either S l-9.107-5(a)

or (c) or S l-9.l07-6(a) or (b) may accompany a request for a

determination of domestic rights of S 1-9.109-6(f), or may be

submitted independently thereof. The request shall contain the

following information:

i) The prime contract number and the subcontract

number, if applicable, under which the invention was made and

an identification of the agency's contracting office;

(ii) A brief description of the invention or a

copy of the invention disclosure;.

(iii) The countries in which the requesting party

intends to file a patent application; and

( iv) Other information required by the agency.

(2) If the Government determines not to file a patent

application on a Subject Invention of the contractor in any

Agency determination of foreign
rights regarding request for
greater rights
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foreign country, the agencv may authoriz.e the reguesting party

to file a patent application on the invention in such foreign

country and to acquire the entire right, title, and interest

therein if it determines such authorization to be in the public

interest, sUbject to the license to the Government provided

in paragraph (cl of the Patent Rights clause in S 1-9.107-5(al

or S 1-9.107-6(a).

(3) Where the determination includes a requirement

that the requesting party file and prosecute a foreign patent

application on the invention, the following provisions shall

apply:

( il The requesting party shall file and prosecute

a patent application on the invention in (identify the foreign

countries) in accordance with applicable statutes and regulations

and within one of the following periods:

(Al Nine. months from the date a corresponding

United States patent application is filed by or on behalf of

the requesting party; or if such an application is not filed,

6 months from the date of this agreement;

(Bl Six months from the date a license is granted

by the Commissioner of Patents to file foreign applications where

such filing has been prohibited by security reasons; or

(C) Such longer period as may be approved by the

agency;

Agency determination of foreign
rights regarding request for
greater rights
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The requesting partysh,all_Ilgtity_ J:he agency

promptly of each foreign application filed and, upon written

request of the agency, shall furnish an English translation of

such foreign application without additional compensation; and

(iii) If the requesting party files or causes to

be filed a patent application on a Subject Invention in any

foreign country, or if a patent is obtained on such application,

the party shall notify the agency, not less than 60 days before

the expiration period for any action required by the foreign

patent office, or any decision not to continue prosecution of

the application or not to pay any maintenance fee covering the

invention and within such period shall deliver to the agency:

(A) Executed instruments granting to the Government

power of attorney in the application;

(B) An English translation of the application, if

not previously provided, to the agency; and

(C) Upon request, a conveyance of the party's

entire rights, title, and interest in the invention in the foreign

country, and to any corresponding patent application.

(Sec. 205 (c), 63 Stat. 390; 40 U.S.C. 486 (c))

Effective date. This amendment is effective but may be

observed earlier.

Dated:

Agency determination of foreign
rights regarding request for
greater rights

Effective date
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