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FOREWORD

The report discloses that the Department of the Interior is being
given increasing responsibility in the stewardship of Government
scientific research as proven by the recent Saline Water Conversion,
Helium Gas, and Coal Research and Development Acts. The De-

. partment research is conducted through its wvarious specialized
agencies; i.e., U.S..Geological Survey, Bureau of Commercial Fisheries,
Division of Sport Fisheries, Bureau of Reclamation, National Park
Service, Office of Saline Water, Bonneville Power Administration,
Bureau of Mines, and the Office of Coal Research.

'This report, prepared by Herschel F, Clesner while a member of the
subcommittee staff, is part of the subcommittee’s study of the U.S.
patent system conducted pursuant to Senate Resolution 267 of the
87th Congress, 2d session. It is the 15th of a series dealing with the
patent practices of the various agencies of the U.S. Government,
The purpose and scope of these reports has been fully described in
the forewords of the first two covering the Tennessee Va{ley Authority
and the National Science Foundation, respectively. .

As shown by this report, the Saline Water Conversion, Helium Gas,
and Coal Research and Development Acts provide primarily for
research and development which has a direct public interest and as a
result the contracting phases are controlled by statutory language
which requires that any inventions, information, and results developed
as a result of funds authorized for these programs shall be made
available to the T.3. public.

Another interesting disclosure found in this report is that coopera-
tive research performed by employees of the Bureau of Mines with
funds provided by industry and the Government has resulted in
inventions which have had significant utilization and that the Gov-
ernment has retained fitle to the inventions in order that they be
made available to all units of industry. In practically all instances
the latter practice is the Department’s policy regarding inventions
developed as a result of contracts and grants funded by the
Department.

JouN L, McCLELLAN,
Chasrman, Subcommdittce on Patents, Trademarks, and Copy-
rights, Clommittee on the Judiciary, U.S. Senate.

AveusT 20, 1962.
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PRELIMINARY REPORT AS TO THE PATENT PRACTICES OF
~ THE DEPARTMENT" OF THE: INTERIOR

I LEGAL AUTHORITY AS TO PATENTS

There are 1o’ statutes specifically ‘rélating to- patent matters that
vests responsibilities in: the Department of the Interlor as an- -overall
departmental function.’” o

Howaver, the €dal Resea.rch and Develogment Act (Pubhc Law
85-599, 74 Stat. '336); which authorizes the Secretary of the Interior

* to encourage and- stimulatethe ‘prodiuction’ and conservation of coal
in the United States through research and ‘development and. to con-
tract for coal research; does contain specific language which relates to

atents, processes, and: information deVelope in carrying out the
unctions of the.act.' The Secretary .in carrying out the research
authorized is governed by the Ianguaere of section 6 of the act, Whlch
states

‘No- research shall be'carried " out; contracted for, spon-
i ‘;‘sored “co-sponsored; or' atithorized urider ‘authority of -this
FUAet, unless &ll information; usés, products; processes, patents -
“anid othér developments reeultmg from' ‘such: resea,rch will
. (with such exceptions and limitations; if any,as: ‘the Secretary
may find to-be necessary in the' mterest of national defense) -
be available to the general public:’:Whenever, in the esti- -
- mation of the Secretéry, the purposes of: this. Aet would be
“ furthered ‘through the use of: patented 'processes or equip-
© % ment, the' Secretary is authonzed t0" enter into 'such agree-
ments as he deems necessary for the aequisition:or useof such -
patents on reasonable terms and cond1t1ons

The Heliurm Act Amendments of 1960 (Publlc Tiaw 86-777, 74 Stat.
918), which amended the Helium .Actiof March 3, 1925, a,lso contains
speelﬁc language relating to patents. This. language 18 Slmﬂ&l‘ to the
language of the Coal Research and Development Act. and is, referred
t0:-a8; the O’Mahoney amendment.t, . It may be . found in seetlon 4
of the act as a proviso, which.states: ;. .. .

i Provided, howeder; Thet all: reseereh eontrected for
‘spensored -co-sponsoréd; or-authorized under authorlt{'
e thisAct sha,ll be' prov1ded forin:such’ s ‘mantier that al
-+ formation;  uses, ‘products, “processes; “patents -and other
_dev'elopments resultmg from ‘such research developed by - -
- “Government! -expenditure will - (with' such’ exceptions and :
© - limitations, if any; as the’ Secretary may find to be necessary -’
in the interest of national defense) be available to thegen-""""
1 Hee, 4 of the Helium Act-Amendments of Sept. 18,1880 (74 Stat, 920; 50 U;8.C. 167b). See ‘Sshate Com-

mittee on Interior’s report to the Senate (8. Rept, 1814 86th Cong.) "which refars to th:s proviso as the
O'Mahoney amendmen .

:,'.1" N



2 PATENT PRACTICES OF THE DEPARTMENT OF THE INTERIOR

eral public: And provided further, That nothing contained
herein shall be construed ag to deprive the owner of any
background patent relating thereto to such rights as he may
have thereunder.

An the 87th Congress. the, saline .water conversion program was
expanded and extended: (Public Law 87-295, 75 Stat. 628). This gct
gave the Secretary of the lilterior the: authorlt‘y 10 “acquire secret
processes, technical date, inventions, patent apphcatlons patents,
licenses * * * by purchase license;-lease, or denation.” This act
containg the same proviso as found in section 4 of the Helium Gas Act.
Further, section-8 of the Sdlirié Water :Aét-provides: -

- That- every.such contract-or.agreement made with any

s -pubhc or -private agency-in a foreign couniry shall contain
provisions effective to insure that the results or information .
‘developed in connection therewith:shall be available without
-cost to the United ‘States for. the use of the United States

- throughout the world. and. for. the use, of the, general public

within.the United States.. :

‘The Admmlstrator ‘of the Bonnevﬂle Admmlstra,tlon has the power
to acquire patent rights' necessary to carry out the purpose of the
Bonneville project.? The Secretary of the Interior also has the
authority HBCessary to acquire any patent rights necessary to the
Fort Peck project.?

Under the Synthetic Ligquid Fuels-Act of April 5, 1944 (SOIU S.C.
321-325), and amendments, the Government Prmt.mg Office issued
Bureau of Mines Bulletins 467, 468, and 574. These three bulletins
contain respectively 360, 650, and 134 pages of abstracts of patents
(1845 to 1956) relating. to oil shale and 1ts products. Also under the
Synthetic Liquid Fuels Act bulletins were published on patents relat-
ing to the pressure.hydrogenation of coa{) and the Fischer-Tropsch
synthesis and related processes. The Synthetic Liquid Fuels Act
was not extended. beyond April 1955 but it stimulated much increased
activity in the fields of oil: shale and, coal conversion research. .As a
result 16 was noted. ths,t many patent a.pphcatmns were filed.*,

A, RESEARCH AUTHORITY OF THE DEPARTMENT OF THE INTERIOR

~The Department ot thie Inteior is requu'ed under the Salme Water
Conservatlon Act; as amended, to 'develop practlca,l low-cost means
of "producing from sea water or other saline waters, water ‘of quility
suitable for agricultural, industrial, “founicipal, ‘and other beneficial
consmmptive uses.® Further the: Department is authorized to make
research grants and contracts; to conduct research and technical
development work; to make engineering studies; determine. the best
plant designs; study methods for recovery, marketmg of byproducts;
to acquire secret processes,.technical data, inventions; and engage
research specialists and personnel: to' carry out any part of the research.’
The: Department conducts:-inquiries -and - scientific, technological,
and metallurglcal mvestlgatlons 111 the prepara,tlon treatment, and
216 U.8.C. 8a2(dy, - : FEL T g :
516 U.S.C. 832a(d),
-4 “Introduetion ndex of Oil-Shald and Shale 0Oil Pate:uts 1946-56," Sunon Klosky Bu]]etm 574 Bureau
‘of Mmesé Department of Interior.

C, 19581,
“42U 8.C, 1852,
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utilization of mmeml substances,. the 1mprovement .of;.safety ‘and
efficiency,. and :in. exploswes peat mmeral fuels and. unﬁmshed
mineral products.” :

.- 'The Department is’ Te ulred to make experlments and 1nvest1ge-
tmns of lignite coals ‘and. peat; to determine. the commereial - and
-economic practicability of thelr utilization in producing fuel, oil,
gasoline substitutes, ammonia, tar; solid: fuels, gas for power and
other purposes; to provide fertilizers and other byproducts which
may he commercmlly valuable: to ‘dévelop efficient methods, equip-
ment, and devices for burning hgmte char; to determine and develop
methods and more efficient use of subb1tummous lignite coal for
purposeés of génerating electric power; to improve conditions, methods
and equipment as'to health safety: and ‘prevention of waste in mining,
ore reduction, metallurgical, and other mineral 1ndustr1es, in the ‘use
of - exploswes electnelt;y, safety methods, and epphances end in the
preventlon of minefires® - .

The'Congréss” duthorized - the’ Depertment (1l tabhsh researoh
leboretones relating 'to lignite coal and coal resoiirces * 'and’ a labo-
ratory for research, mvestlgamon and ag a cefiter for information and
assistande in matters pertammg ‘to' -the' mmmg} preparatlon
meballurgy, usé, and’ conservation of rare and precious metals. -

The Depertment is ‘required also ‘to provide research: services for
the' ezonomic - and ' teéchnological ' development 'of ‘ anthracite’ coal,
conservation of wildlife and fisheries; research into the hasic problems
of fishieries; studiés and- 1nvest1gat10ns on the effects of “insecticides;
herbicides;, funglcldes pesmezdes “upon ‘ fish -and ‘wildlife; reseerch
into’ the: effect ‘of'domestic "sewige, mine,  petroleum afid’ industrial
waiste ‘or erosion, &ilt, or other polluting subistances on ‘wildlife’ feeding
and spawning devmes engineering and experimental means: to insure
conservation of fish-and wildlife;’ explorationinto oceanographical,
biological, teohnologlcal work in order to develop and usegggh seas
fishery resourcés; experimentation to"eliminate and” eradicate dogfish
sharks; s ‘salmon’: ‘ciiltural * experimént station, high see ﬁs ery
expemnent stations with necessary 1nstrumentet10n and gear.™

- Further, the Congréss requires the Deépéitient to mvestlgete geq
: lampreys and their effects on fisheries, to eliminate and eradicate the
sen lamprey in the' Great Lakes: and do: research in this direction.!?

To conduct research to determme fish species and culture on a
eomrnercial basis in-shallow reservoirs 4nd floodsd Ticelands, methods
for the production of stocking fingerling fishes, and to deveiop méthods
for:the eontrol of parasiteés’ and’ diseages of fiskiss. 1%

The Office of Saline Water has made a number of grants under its
broad authority,: However, other agencies' of the Department may
issue research grants to nonproﬁt organizations under the ‘guthority
granted by Public Tiavw-85-934;'85th Congress, 2d sessmn but as yeb
they have not

88375—62——2



4  PATENT PRACTICE S OF THR DEPARTMENT 67 THE INTERIOR

“'The ‘Department ‘of - the Interlor, in ‘carrying out its functions,
contracts for and carrles out projécts which’ may produce inventions.
The various agencies’ employees, as a result of their duties; also hgve
an. opportunity to’ invent or innovate.: ‘The’ Department does not
have the author:lty to sue for the mfrmgement of patents assngned to 1t

II PRESENT , PRACTICE

A ADMINISTRATION,‘_-;

i Or am,tmon fmd personnel

The administration of all patent ma,tters is handled by the Sohcltm s
Oﬁ'tee This inclides the preparation and filing of .patent applica-
tions, ‘the. llcensmg of patents, and the determination of employee-
mventors rights.. : When requested,. the staff aids the individual bu-
reaus in patent contract guestions. The staff also provides advice
on any other problems arising in connection with Department business.
Currently, the staff consists of the A551stant Sohc1tor for P&tents two
attorney, advisers, and a secretary..

The Department of the Interior has a Commlttee en Researeh end
Development composed of representatives of the various bureaus in
the Department. - The Clommittee’s function is to review the Depart-
ment’s scientific research and development program with the purpose
of making' recommendations. Inventions {requently arise as the
result: of research. and development, therefore consideration of - the
patent policy of the Department. falls within the Committee’s scope.

The Committee is presently composed. of the following members:

» Dr, Thomas B. Nolen Chalrman Du‘eetor U.S. Geological
urvey.

L l\/h97 Donald McKernan Dlrector Bureau “of Commercml

Fisheries.
" Dr. Raymond E. Johnson Ch1ef D1V1smn of Sport TFisheries.
Mr. Newcomb B. Bennett Jr Assastant Commissioner,

Bureau of Reclamation. .. - .

. - Mr. Daniel B. Beerd Ohlef Division of Interpretatlon National
. Park Serwce e
. Dr. W, Gﬂla,m, Chlef Research Dlwsmn Office -of Sahne

‘Water. -

 Mr. Arthur B Jebene Du-ector Dlwsmn of Management

‘Research.

MMr Paul Zmner Assmtant Dlrector of Prog'rams Bureeu of
nes.

Mzr. Morgan Dubrow Asmsta,nt Manager Bonneville Power

Authon

o y]:nsa,rles 1. Stoddard Director, Depa,rtmentel Techmcel

' Rewew Staff,

Each of the various bureaus in the Department negotiate-their- 6wn
research and development contracts or cooperative agreements, -

The Division of Personnel Management is responsible for developing
and formulating personnel policies and. practices regarding employee
mventmns ‘



PATENT FRACTICES OF THE'DEPARTMENT OF THE!INTERIOR b

2 “Perforiance statistics

‘Following are the patents apphed for, obtamed and asmgned to the
Government durmg the parlod July 1, 1937 through 1960 :

Cid Patent 11 *| ‘patents -

i .. -Year :+¢: .applied | Patentsi|.: Patents; nsgigned.

.- lor | obtgitied | % i obtamed to,Gov:

ernmem.'

1087 (uly=Dieoem- oo . 5 1o

e o
WO RO PRS-

27 10
51| - iag 273
56, 2k o

Canada ‘
Cana.da e

See appendlx A for a p&I‘tl&l llst of patents held by the .Department
of the Interxor . .

B, POLICY AS 'ro THE RETENTION OF TITLE e
I By employees ! : : : :

< The-matter of ownershlp and admm1strat10n of patent rlghts n
inventions created by Government employees as the result of or which
relate to. the employees’ official duties -has been of concern. to” the’
Department of the Interior for'many years. Asfar batk as 1921, the
then Secretary of the Interior initiated an interagency conference
pursuant to Department Executive Order 2731, - As a Tesult a five-
man Interdepartmental Patents-Board was established o study and
to recommend a Government poliey and program with Tespect. to
handling the patent rlghts mventlons made by Government em-
ployee-inventors.

The Board subrmtt.ed 1ts report in November 1923 and recom-
mended a flexible patent ownership policy whereby the Government
would own and control inventions: developed in. an agency’s field of
work in which the public’s interest was paramount. : The Board felt
that the employee-inventors should be permitted to retain and exer-
cise rights of ownership.in ‘(1) inventions of such a nature that. the
Government would- only ‘be.interested in a license :(2): inventions of
special interest to the Giovernment but where greater property rights
protectlon to the inventor is needed to obtain commercial development.

The Board devoted mueh: tinie and effort in attempting to formulate
& -uniform Government  patent - administration policy.: However,
efforts to establish-a general governmental policy for owning: and
adminigtering. inventions.. and-. patents arlslng from governmental
expenditures were inconclusive. BT



6 PATENT/PRACTICES OF THE DEPARTMENT: OF THE INTERIOR

The general policy of the Department of the Interiorup,to. November
17, 1942, was {o leave .the commercial patent rights.in inventions with
the employee-inventor with the Government retaining a. shop.right or
a license substantially in accordance with the common law (Unifed
States v. Dubilier Condenser Corporation;” 280, 8178 Yet, in a
number of instances, employee. inventors voluntarily assigned all
property.rights in thelr patents to_the Government. o _
.-In 1941 the Department again began to reexamine its patent policy
due'in part to the major responsibilities-delegated to the Department
of the Interior by the Congress under.the Strategic War Materials
Act of 1939 and-other such functions relating to the defense effort.
As a regilt of ‘this examination-there developed the rationale in the
Department that retention of ¢ommercial rights by employee-inventors
raised questiong of possible conflict of interest which were and could be
- inconsistent with the Department’s role regarding the defense efforts.

- Therefore, the Department of the Interior issued on November 17,
1942, Order 1763, which changéd the earlier policy. This order re:
quired that all'employees assign-to the Government all rights to any
mvention made within the general scope of their governmental diities.
The criteria for determining whether an invention falls within the
scope of governmental diuties Was set forth in the orde.  TForeign
invention rights were also held assignable to the Governmant. under
this order as the then Secretary of the Interior Ickes believed that
private: ownership of ‘such rights:.was coritrary to' the best: interests
of the Govérnment. R

In the insiances where the Secretary found that the interest of the
United States did ‘not require s full sssignment .of the patent rights
of the employee, the requirement to assign the title would be waived.
The employee-inventor, in turn, had to grant to the Goveérnment a
royalty-free- nonekclusive : license to tuse the -invention - However,
in‘ those Instatices where-the nvention was'made outside the scope-of
the  employee’s governmentalduties; the employee inventor: was
entitled ‘to-all=rights:.in . the ‘invention! - 'Where  the:: Government
undertook the ‘prosecution of :such “invention’ patent: applications
the Govérnment receivediin exchange the royalty-free right to manu-
fscture and:ude:the invention for governmental purposes. = = 1~
- While: the requirément ‘for assipnnient:of patent rights: o the
Government was possibly more: rigid funder this departmental: order
than under Executive Order 10096, the promulgation:-of the Execu-
tive order has involved little or'no changein the Department’s actual
opjeration -since’ miost:inventions:originating:in ‘the  Department
Tacilities would ‘be assignable to-the-Government under either order:
The current policy and procedures of:thie: Pepartment of the Interior
doricerning ownership -of : rights’ innventions - made “by the depart-
mental employees are set forthiin the ‘Department’s patent regula-
tlons (43 -CFR'6),* which are based upon Executive Order 10096
and the spplicable administrative ofders of the Chajrman of the for-
mérly existing : Government’s Patent Bogrd,« -0

=~/ The Departiient regulations provids -that the Government is en-
titled: to° all doniestic patent -rights intahy invention made by an
employee of the Department - (¢): during working ‘hours; (5) with a
substantial ‘contribution by the Government:of facilities, equipment,
materials, funds, information, or time ‘offothér employees ‘on official

HApp, D,
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duty, () which: bear s direct; relationship ‘toilor: is mede in. conse-
quenee of the official duties of the'employee-inventor. =
Titleisleft in the: employee-inventor subject to'a royalty-free hcense
covermg use by ‘or for the Government where the Government’s .con-
tribution is insufficient equitably to justify the assignment: of the
entire right or where the' (Government has: insufficient interest<in the

- invention-to acquire the entirerights. . ‘Yetf;the Department will still

process: patent applications for inventions created by its-employees
outside the scope of their émployment, but retaining a:royaliy-iree,
nonexclusive, nontransferable:license:to- use; by -or for, the Govern-
ment;: the pa,tented invention-wheré the pubhc interest warrants.

“The. objective and: purpose of ‘research conducted by the agencies
of the- :Department is to benefit-the public d1rect1 ;for-example, the
development- of saline water conversion units: hus ‘the deminant
proportion of the Department’s research is of a pubhe service nature
and' the legislative mandate is that the useful and- patentable-inven-
tions ‘which have come into- bemg as & I‘esult of th1s research shall be
available to the public, - @ %

This Department does Tt beheve that publlcatlon is: sufﬁment to
protect the Government’s and public’s interest. 1t believes that a
vigorous patent prosecuting poli¢y is warranted and that the agency
which conducts the research is the best equipped to carry out the tech-
nical aspects of contracting, patenting, and administering its own in-
ventlons in order to best adapt to agency needs and statutory direc:
tives. ' Also, the Government; beneﬁts as » result of mterferences W1th
apphcatlone belonging to others. = -

For' the'purpose of -this: Study & brlef cage: hlstory of: such ztn
employee-mventmn mterference example has been prepared :

. @. Lamprey larmctde compound

‘The compound is one “of the.best la.mprey larvicides dlseevered and
to date is actually employed.in the lamprey. progla.m The Govern-
ment application was filed: on April. 11, 1957.. 'A foreign company
filed & similar application-in the United Sta,tes on April 2, 1958, and
which has a convention date of November 11, 1957, based on its for-
eign application. . The. foreign concern is the Junior; perty to the
interference. . The issue will:turn on derivation. .. The foreign com-
pany -claims the. mventlon Was: derwed trom. them Whleh the Gov-
ernment denies,. - .

_.. By filing a patent a.pphca.tlon the G0vernment was able to eontest
mventorshlp If .the  Patent Office. holds the Department of the
TInterior’s Kish. and: Wildlife - Service employee-inventors to. be the
first inventors,  the. Government will save all royalty payments,

“Should the Patent Office hold-that the foreign: company’s employees

were the first inventors, no. royalties will be required to be pald to the

forelgn company until the patent.igsues. : .

«If.the Government had relied upon pubheatmn to ba any patent
to others it would not have been suceessful.  The Department’s em-
ployee-inventors, together with a consultant, published a paper- ina
seientific journal in- early 1958 describing their work .with various
chemicals as la,mprlcldes Ancluding the specific compound.. - As the
foreign -company filed ifs- e:_pphce.tlon in its own country on. November
5, 1957, this is 1i¢ convention date. The pubhcatmn appeared -after

the convention date snd. cannot be a reference against the foreign
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company’s ‘U.S. -application. Had -the . Government telied on - the
publication for a disclosure, the foreign company would have goften
a U.8. patent without too Tauch: delay, and would then have had a
claim for royalties agamst the U.s: Government for a,ny use of the
material thereafter, .

- At present the Government has purchased more than a half-ml}hon
dolla,rs worth.of the chemical. -If:the .lamprey larvicide compound
had been subject to a patent royalty payment, it is estimated that
about $25,000 in royalties from 1959 to:-date, based on a reasonable

Eercent loyalty rate, would have:been: pald to the patent holder.

e, process. using. the chemical is presently undergoing a thorough
evaluation as to the actual results achieved so far by taking a lamprey
census in.selected- areas. TIf the results show that the process has
been suceessful,:then the scope of treatment will be extended and: the
amount of chernjcal purchased: annually will be vastly increased;
Thus ‘a-private patent holder could,:in’ this instance, reap royalties
which during-the 17-year lifetime of the patent could easﬂy be as high
as $1 million and if the Government relied on pubhcetlon for protee-
tion; it would have to' pay these royalties.?® - :

2 O’ontmctors coopgmtors and gmntees
@, C’ontmctors

(1) Procurement contmcts —Formal ontracts for supphes and for
construe’mon include the standard forms prescribed by the General
Services Administration for such purposes. .. GSA standard form 234,
applicable to construction contracts, prowdes in article 13 that the
contractor will indemnity the Government. in the event of .a patent
infringement claim. against the Government in the case:of, supply
_contracts. The GSA standard form used by the, Department of the
Interior ﬂowdee only that the contractor will fornish’ certain assist-
ance in the event that 'a patent 1nfr1ngement action arises:oiit of the

erformance of a‘contract which is brought against the- Governident:
gueh piterit infringement claims ‘against the Governmerit are brought
only - in the Court of Clais pursuant to the pI'OVlSlOﬁS of tltle 28
Umted States: Code; sectiori 1498,

(2} ‘Reséareh and development contracts.~Tn recent yeirs the Depart-
‘ment of ‘the Inteérior has réceived statutory authont.y and incréased
appropriations from the Congress which permits the Department to
enter into an increasing number of research and developrmeént eon-
tracts. “The Office of Saline Watér, Bonneville Power * Administra-
tion, Fish*and Wildlife Service, ‘the néwly created Office of Cosl
Research and Development and ‘the U.S."Geological Survéy have
eritered into research and development coniracts with private profit
torporations.” The Office of Saline Water is the agency in the De-
parthéiit of the Interior that presently lets the greatest number of
resea;rch and development contracts’

“"As the Departinent allows each agency or bureau to ha,ndle 1ts
own ‘contracting, variances in policy ‘oceur from agency to agency in
the' Department. Responsibility for the Department’s patent pohc‘y
was delegated to-the Solicitor in'1945. The' present Solicitor, 'to
carry’out this duty, achisve greater umformlty, and to assure that ll
Tesearch and development contracts are ifr line with the Department’

: 1% See app. C, T u!y 13, 1962 Time magazme artmle, p. 46 descnbing the succ;essful deve]opment and
experiniental ufilization of this particular lamprey larvicide oompozmd
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‘poliey, on July 25,.1961, announced the creation. of the following
procedure: T T O P .
- ‘Before any research and development contract is signed, where the
Government does not take title to any inventions ariging as a result of
the contract, the facts and circumstances which .in the-opinion of the
contracting agen(]:fr justify leaving title with the contractor should be
specified in detail. ' This may include. a recital of the contractor’s
'background position in the ﬁef. , his financial investment in the study
of the problem, his technical know-how, special equipment, scientific
and technical staff, and other factors which would be evidence indi-
cating it would be inequitable for the Government to take title to any
invention arising outof the contract. . Such contract with the attached
justification maust be submitted to the Solicitor for review and approval
before it shall be signed by the authorized .agency officer. C
. The Department stated that its policy is that contracts on behalf
of the Department of the Interior with private companies or organiza-
tions outside the Federal Government for the performance of research
and investigation usually provide that domestic patent rights in
any inventions made in the performance of the work will be assigned
to the Government and that a license will be granted for the practice
of the invention abroad for governmental purposes. Where it is
inequitable for the Department to take title bécause of substantial
-independent contributions made by the contractor, or where the
research is urgent and important, and suitable equities and arrange-
ments cannot be negotisted ol any other basis, exceptions havé’beeti
made whereby resulting inventions may be retained by the contrictor,
‘but ~ the "Government is granted “an’irrevocable, nontransferable,
royalty-free worldwide licénsé to manufacture and use the invention:®
{a) Ssdline wateér contracts prior to September 22, 1961: A group
of contracts in the field 'of saling water conversion entered into shortly
prior’ to - the Saline” Water: Act of' Septermnber 22, 1961, contain ‘addi-
‘tionally ‘the right of the Govérnmeént to issue sublicenses to foreign
governments for governmental purposes in furtherance of the foreign
policies of the United States. - 1 these instances, the agreement also
provides that the contractor grant rondiscretionary, nonexclusive
licenses to others upon payment of a‘reasonable royalty. T
If the contractor and an applicant for'a license are unable to agree
upon what constitutes a reasonable royalty within 60 days from the
date the application for a license was received by the contractor, then
either, party may petition .the Secretary. of the Interior for a deter-
mination of the royalty rate to.be.charged. The burden of prooi
is on the contractor to establish the reasonableness of the royalty
requested. The determination of the rate under such a proceeding
applies to the applicant and to all other licensees under the involved
-inventions. o '
Pending the negotiations.on the proceeding the applicant has the
. right to make, use, and vend the invention without payment of
‘royalty. However, the contractor. may request the Secretary of the
JInterior to fix an interimi royalty rate-pending disposition of the
:proceeding. The Secretary is required to fix such a'royalty rate and
the: contractor shall grant a license which the applicant must accept.
_Ii the applicant fails to accept such & license or fails to pay the interim

" s xeeptions of this nature are not made i the areasof salinie water, coal researel, and hetium, 2s detailed
in the opinion attached as app. F. . B .
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royalty, such actions are grounds for the. denial or dismissal. ‘of - his
application. When the reasonable royalty rate is finally determined
by the Secretary it is etroectlve to the date the apphcant ﬁled h1s
epphcetlon for license. -

sAnother featire: Worth notlng in: the recent Department of the
Tnterior contracts of the Offices of Saline’ Water and Coal Research is
the provision rélating to background patents.” Where a license is to
* be:granted by the- Government to the phbh : (any interested pa,rty)
on'any foreground- patent; it is the Department’s position that it is
essential that the licensee be able to use any background patent owned
or controlled by the contractor necessary to!the ;practice of the fore-
‘ground ‘patentéd ‘invention.  “Otherwise, the Départment feels' the
heense issued would be pure]y illusory since the foreground patented
invention could fiot he used. - Reasonable terms for thelicense of any
background patent are:to be determined by the ‘partiés. However,
the contract clause prohibits the’ contractor from seeking 1n]unct1ve
relief in enforcing his patent rights. “Thus; in case of dispute, the
ﬁrospectlve ‘Heensee “can - practice :-the-: patented invention without

eing enjoined, the patent owners remedy be1ng solely for damagee
(reasoneble roy&ltles) in-a la.wsmt

b C’oopemtwe a,greements

One common; arrangement for ‘research . and development Work
jnvolvmg nongovernmental entities takes the form of a “‘cooperative
agreement.” In these cases the Department, through' the interested
bureau and the outside party, in effect pool their. facilities and per-
sonnel in carrying ouf an investigation. of mutual interest and benefit.
In some instances the cooperator’s contribution to the joint venture
ma,y include even a sum of money for specific.or general expenses.

.Under these agreements the.Goverriment, retains its patent rights
in, any inventions which may. be made by governmenta! employees
assigned to the cooperative venture.... Whenever practical and possible
the Government also secures the domestm patent rights in any inven-
tions made by employees of the cooperator, but if not, it does secure a
royalty-free license under such rights and also a provision whereby
nonexclusive, nondiscriminatory, licenses will be made avmlable to
.the pubhe a,t reasonable royalty rates i ' S

e, Grants

" Thé Department of the Intenor and 1ts agencies, espeelally the
Office of Saline Water, have made ofe-or more research grants to
nonprofit organizations: "and therefore’ have formulated a policy regard-
ing’ patent rights which might be derived from inventions developed
‘as o result of such research. “The current policy i is that the, patent
rlghts will be assigned to the Government .

C FOREIGN FILI\TG

The deelsmn as to Whet forelgn proteetmn the Government. W111
secure is usually made after a.U.S. patent application is filed by the
Department, If no. foreign patent will be sought, the inventor:is
allowed to file for foreign patent protection, at his own expense, sub-
ject, however, to giving the Géverhment a royelty—free license to use
the invention for governmental purposes in each country in- “whicha

17 See app, B, cooperative agreement clauses used by the Barean of Mines and Fish and 'W]ldhfe Sérvice.
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patent is obtained:- This is in' conformity with the policy and jpro-
cedures - established by - the: Chairman of the (Government: Patents
Board under the provision of Executive Orders’ 9865 ~and-10096.
Recently, in the case of saline water contracts, because of administra-
tion. policy, the Department insists on the rlght to issue sublicenses
for purposes of foréign policy. In the case of coal research coritracts,
the Department does not consider the need as urgent not the adnnn—
istration policy as binding and therefore the ma,tter is sub] ect to nego-
tiation by the parties.

.The Department has-filed four patent. apphca.tlons coverlng certa,m
inventions developed in the Fish and Wildlife Service, relating to the
control of the sea lamprey in-the Great Lakes; in C&nada - One patent
hasissued and the other three still are pending; . These inventions may
De used in Canada 8s.well as in the.United States. ‘pursuait. to ;the
United. States-Canadian. Agreement-on Great, Lakes. Fisheries of Sep-
tember 10, 1954, which was ratified and supplemented by the. act. of
June 4, 1956 (70 Stat, 242). L

D, USE OF PATE\ITS BY PAR'I‘IES RETAINING TITLE

- 1' Employees .
“No-récords aie: avalla,ble to the Department of the Intenor Whlch

show the extent of commercial utilization of paterited inventions made
. by-employees.of the Department who have retained title. . :

2. Contractors and graniees. .

~The Depasrtment of the Interlor s records do not dxsclose the pa,tented

inventions ‘which contractors.and grantees have. obtained. : ‘The, De-

partinent .does have: notice-of several pending apphcatlons filed by

contractérs.. However, it is too early to determine or estimate-the

* possible extent:of the comimercial use of these 1nvent10ns to Whlch the
title is:retained by, the contractors g : B

3 Government ; cr TR e e s
The Depertment of thie Interlor conducts its research thr'oiigh its
many agenciés, bureatis, and services; Through these agenciés the
Department conduits Tesearch in its own facilities and through con-
iracting and grants, The Department grants upon request a royalty-
free, nonexclusive licenise under the patents owned by the'Governtient.
Any of its inventions may be used without gitch a license becausé the
Governmeént does not prosecuts infringers of its patents. Asa result
the Department’s licensees are principally those users of those inyen-
tions who desire techilical assistance from the Depariment in exploit-
ing them. A list of the Governinent licensses under the Department
of Tnterior’s pstents iiay be found. as appendix B of this report.
While the Depattment dees not ordma,rlly require its licensees to
report the extent of their use of the patents, it actively encourages the
widest possible commercial use of all of them and has obtsnned data.
as 10 s¢ of somie of the itiventions, : :

;o Flish and- thdlzfe Se?"me Gl :

Varlous inventions have -resulted:: from the Serw.ce S research
‘some: of: which, appeur- to' have: scommeiéial application.. So far .as
is known, there is no commercial use made of any of thése inventions
by pnva,te mdustry Inventlons such as those in the ﬁeld of predatory

""" gRgTaga—g i o
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sen lamprey control are’in extensive use by the Government. Further-
more; licenses:. thereunder have:been: 1ssued to a eompany supplymg
chemma.ls for use in the control method. :

Bl Bonnemlle Power Administration ‘
T6 the best of the Department’s knowledge none of the patents
a,smgned to the Government arising out' of research conducted by the
Bonnevﬂle Power Administration are in eommercml use

¢. Bureaw of Reelamation

" ‘Various ‘patented inventions: arising ‘out of reseerch done in’ the
Buresm of Reclamation have significant utilization. Such inventions
relate to'a method: of killingsubmerged water weeds, a fish diversion
louver- system @ consistency - meter, and - a"stiain gage: and -other
ihstriments.: The following 1s & brief case’ ‘history of the development,
utilization; a,nd economlc mgmﬁeenee of t.he method of kﬂhng sub-
merged weeds:” i

(1) Method of killing submerged water 'weeds o

P%tent T fmventers Y| T e YT Y Dige tssued
o *

2,800,436 |: John M.'Shaw, Thomiss R. |: Method ‘of Killing Submerged Water. Weeds.. .| June-17, 1052
PP ﬁﬂmef‘{d and_R_icl_l_a_rd 5. R . P .
I e vt

() History and development: A program’ “Was 1n1t1a,ted in the
Bureau of Reclamation’s Engineering Laboratories at Denver in 1046
to mvest.lgate methods for use-in controlling weeds on-irrigation:sys-
‘temns. ' Shortly ‘thereafter, a. cooperative agreement vwas' established
‘between the Bureau of- Reclamation and the Buresu of Plant-In-
'dustry, Soils and Agneultural Engineering; Department of Agriculture
in which the two agencies worked cooperatively ‘at Denver {011 Wee

problems of irrigation distribution system.

. .-Submersed-aquatic plants infesting irrigation canale were one. of
the problems that received high priority in the tooperative program.
A good inexpensive method was urgently needed for control of this
type of weed. )

One segment. of the’ mvestlgatlons on submersed~equat1c Weeds
involved the evaluation of the herbicidal activity of promising
chemicals by treating excised portions of leafy pondweed at various
concentrations for a limited contact time. ‘T the daily routine of
culturing the leafy pondweed for use in the bioassay tests, it was
noted ‘that the plant material growing in & metal container freshly
painted with a coal-tar paint was severely injured. A sample of the
solvent used in the coal-tar paint, coal-tar naphtha, was obtained from
the paint laboratory and eva,hl&ted in the bloessay test. The solvent
was found very effective in killing leaf and stem tissue of leafy pond-
weed at a low concentration and short contact. time. Test results
showed that an emulsifying agent ‘had “to be used to dlsperse the
solvent in water to achieve this herbicidal effectiveness. ' Thus, the
effectiveness of aromatic hydrocarbon solvents on-submersed. a,quetm
‘weeds was dlscovered in 1947 and a pa,tent was gra,nted on‘the method
ron: June 17,1952, =
= Much of the: development. of the method for use: by u'ngatlon
operators was accomplished through field applications at various locali-
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ties “throughout - the: 17 Western' States~in: 1947 rand 1948, :The
development included ‘the ;preparation’ of ‘specifications:requirements
for purchase of the aquatic weedkiller; selecting a suitable: emulsifying
agent for'use in-dispersing the solvent, determmmg the best equipment
for applying the material;-and- eva,luatmg the’ optlmnm conce:utra,tlon
-and contact time requlred to:produce a good kill. :

(b) -Commercial utilization sand:econocmic mgmﬁc&nce The aroma,tlc
solvent method of controllmg aquatic weeds was adopted rapidly by
some ‘water-users’ ‘organizations ‘soonwafter:its. potentmhtles ‘were
demonstrated: Several oil ‘and chemical scompanies had an aromatic
solvent water weedkiller product onthe market in-a shortitime, - Itis
estimated :that over 100,000 gallons ‘of aromatic’ solvents were used in
1948." The volume of: solvent uged has growti steadily since 1948 and
1t is'now estimated to:be:over 600,000 gdllons pér year.: The use of
‘aromaticsolvents has also’crested a market for about:10 ;000 ga]lons of
emulsﬁymg agent per year required: to emulsify the solvent.

The “discovery: of the: aromatic:solvent method. of: aqua’mc Weed
‘control has" made it-possible’:to . sccomplish - considerable. .savings.
During ‘the first’ 10 years: of iits use; ‘the savings: on: merely ‘Buresu
‘projects has' amounted to an estunated $1,550,000: and the savings ito
all water usersfor this period is-estimated to:be 36, 200 000 The total
‘eurrent annual'savings is‘estimated:-to: be: $1,200, 000." =

(¢) Cost of development: The cost»for- developlng the aromatlc
solvent method is considered:nominal)’ The method -was discovéred
‘through: Toutine- mvestlgatlon procedures: without -requiring s lot: ot
background information.:::The development of ‘the ‘method did mot
involve large expendltures for longtime studies or for specialized
equipment and materials: - Costvof development to the Government
'of the aromatic solvent method. is- estlma,ted to be less than- $10 000

. Office of Saline Water .
" To dste three patented inventions have been a551gned to the Govern—

‘ment which are the result of tésearch conducted under-the Saline
Water Conversion Act. At present ‘the commercial utilization of
saline water conversion is rather limited. However, one of these
patented processes, ‘the Badger processfor: the- preventlon of seale in
ses, ' water evaporators:is potentially important s,nd is bemg mcorpo—

ra,ted i ‘demonstration plants now bemg buﬂt

) e. G’eologwal Survey

Severel of the patented devme _vented by employee Geologleal
Survey, and:-assigned .to the Government, are in commercial use.
They include such. patented inventions as an ‘orthophotoscops; a
vertical sketchmaster, rectoblique plotters, stereoscople photographm
:prc)}ectlon mapping. mstrument and others. .

The following are brief case hlstorles of the’ developmenb ut1hza—
3t10n -and economic 51gn1ﬁeance of 1nstruments related to aerla,l pho-
;tography . el

=:.‘Patex1t . Inv'entor"

Trate jsstied
Nos, 1|* RECLN

0 696,762 Russeil E: Beat: i Stereoscopie Photographie Mappi.ug Instrumment.: Dee. 14,1954
2,737,846 |—_do.______ .Ellipsoidal: Reflector Projector for- Stereopheto . Mar, 13,1956

‘ - -graminetric Map Plotting. ; 2ot
2,869,419 |...._ Q0o crmcmmunnmnrarmanan— Orthophotoscope-_... Jan. 20,1969
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(@) History and -development: The: orthophotoscope, invented by
:Ruseell K. Bean, is.a device which produces orthogre,p]:uc photographs
“{(uniform-scale photogra,phe) Serious development work on.the or-
‘thophotoscope started :in-1953 wher s working experimental: model
was built. - In 1956 the first enginieered model was completed and. in
1960 the Universal orthophotoscope was built.. Each. of the subse-
:quent; 1nstruments Tepresented s1gn1ﬁoant 1mprovements over its pred-
‘ecessors. . At the present time, a fourth instrument is being developed
‘which should .be:simpler i construction and less expensive to build
-and:-operate, thereby bringing the capability of uniform-scale: photog-
rraphy within‘the reach of small: commereial users. .= -
©i (b): Commercial utilization ahd economic significance: 0rthophoto~
?scopes have been: built for other Government agencies by the Chicago
‘Aerial Surveys, and:Reed Research of Washington, D.C. . Develop-
‘ment is still continuing 86 it is difficult to-state how mueh. commerical
interest there-wilk be; however, theé production of uniform-seale photo-
graphs, if it can-be- done- econon:noally, presents a significant technical
"advant.age to:ehgineers, geologists, foresters, ete. Investigation-as to
‘the: uses -to which: orthop]lotography will be put in topographic map-
-ping operationsds continuing. ~-Most:of the orthophotograph produc-
‘tion to the preseit time has been forgedlogic studies, but its potential
use in large segmeits of both' the geologlo and topogra,phlc ma.ppmg
*programs ‘of the Survey.is great. -

—{e) -Costof -devélopment’ The: cost of develepmg the: orthophoto-
=eoope through the completion of the Universal - model, thereby giving
.;%e (}eologlcai Survey two Workmg 1nstruments is ee’mmated at: about
; 0000"" i Lo

\

(2) Vertzcal 8ketchmaster - '.;

Pi%_tent Inventor T;t[e : ~.,. | Date issued
2. N AT I SO R T

Camera Luclda Instrument Pnsmatlc Umt Feb. 27,1945
Therefor ) L

.-2,370,143.- Tames Buokmaster....

(e) Hletory and development The vertlcel eketohmester isa small
portable instrument based on’ the:camera lucida principle, which
permits the transfer of map-worthy detail from. a vertical ﬁzotograph
to a plotting sheet. The device makes use of mirrors arranged so
.that the photOgreph and the plotting sheet can be viewed simul-
‘taneously. " Provision is made for’ adjustments to (1) eliminate the
‘effects of scale change and (2) make ‘approtindte tilt correction.
"This device, designed by J. L. Buckmaster and patenited in 1946,
had the e.dvanbage of being sunple to operate and requiring no speclel
photogrammetric training on the ‘part of the operator. - Pilot madels
‘of the sketchihaster were used experlmentally begmmn ‘about 1930,
" (b) Commercial utilization and econoinic sigrificance: Development
was completed about 1942 in the early stages of the trimetrogon world
charting program for which it Becdine one of the several key instru-
‘ments. It was later used comamercially be geologists, foresters, and
othiers. The military purchased several thousand of 'them and it is
-estlmated that & thousand were later sold commereially. -
=+ {e) Costof: development:-The combined cost of development to the
mventor end the Government dld not exceed $1 000 '
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(3) Rectabhgue plotter .

:‘PaNteﬂﬁi‘w Inventor T1tle seriroo ot | Dade issued

' ‘j_ame_s"(}._Lewis,. i J’uﬁé 8,1943

(a) H1story end development:szhe reetobllque plotter Was con-
celved and designed by James (. Liewis in 1942 and .patented in 1943.:

“(b) ‘Commercial utilizationand .econemic significance: The instru-
ment:was ‘used throughout: the military. services as part of the tri-
metrogon system of worldwide aeronautical:charting and reconnaissance.
meppmﬁ +An estimated 2,000°of the instruments were manufactured
and used by military agenoles There has been very 11tt1e commercla,l:
use of ‘the instrument. -
o ()i Costiof: development rI‘hese plotters were bu1lt commercmlly-
by the:Abrams Instrument Co., Lansing, Mich:: The: cost of develop=
ment excluswe of patent appheetmn ‘was: approxnnately $1 000 :

4)'- Stereoscopw phozogmphw progectwn mappmg mstrument

:P%}:eﬁt:. In'ventor "; »Deteissued :
aNo e . Sl S 3

2,968,860 | Marvin Shér..

‘This is" &’ relatively: new “and mgnlﬁeant development relatmg to
photoo-rammetrm mapping procedures employing sterectemplates and.
has: been highly publicized: : Tt has been adopted both by the Govy
ernment:and: private industry, dlthoughmo licerises have been issued:.
The inventor has received several swards for h1s mventmn among
them a recent $1 600 employee mcent1ve award ; :

Many of fhe patented nventions Whlch Were,. derwed out of the'
Bureau of Mines’ research have achieved mgmﬁeant utilization.  An.
important, recently.issued; patented invention is.a.method for sepa-
rating carbon dioxide and hydrogen. sulfide from. gas mixtures com-
monly known :as the hot carbonate process.. .The importance of this
processhas received considerable recogmtmn in literature and text-
books. . Therefore it appears very probable that its commercial utili-
zatlog is fer_greater tha.n that Wl:nch Would appear from. the llcenses
issue

. The fol ‘ng are bnef case. h1stor1es ‘of the development utlhza-
tlon ‘and ,economic, significance of .several. inventions covered by 11
patents held. by the Bureau, of Mines.:. : e

ot e (D). Dewpoint reﬁf?ﬂd%'e_a_.e@.ns,tmment -

Patent [ 717 Invenitor © .ZTitJe RO R o g
No, =p S R

‘Date issued

_ Apparatus Iur Determmi.ng Dewpoint of Nat Apf. 28, 1942
- “ural’ Gases Under Pressure, | -
Mmsture. Content, Recorder for Gases 'Under Feb, 24, 1953
Pressure L Y oo

2,281,418 | Willista M. Deaton’
2,629,259 | oo
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(¢) History and development: In'a: cooperative study between the
Bureau of Mines and the American Gas Association durin%)the_period
193641, the inventor of this apparatus, Williamae M. Deaton, in
cooperation with E. M. Frost, Jr., developed an apparatus for deter-
niining the dewpoint of natural gases under pressure. The apparatus
is now universally used throughout the United States and in foreign
countries wherever information on the dewpoint of gas under pressure
is needed. ' The. apparatus is manually operated, hence is- primarily
suited for spot determinations. iw. = 1o s a0 T
-As & result: of this development, many inquiries were received from
industry, principally -the: natural - gas -industry, for a continuously
recording - dewpoint. -instrument. . Some  preliminary -investigations
were made during 1940 -and: 1941: but these were interrupted by, and
discontinued: during, World War:IL.7 . o o Tl b Lo

Following World War II inquiries continued .te -be received indi-
cating a desire.and need for an apparatus to record the dewpoint;of
gases, -and . in: 1948 arrangements were ‘made: to undertake such .a
development:in cooperation with' the ‘American Gas .Assoeiation. . -»

Development of the recording instrument for measuring the dew-
point or moisture-content of natural gases wunder pressure continued
through the years 1948-53. - An instrument-wags -developed early in
the period but it was necessary for it to undergo extensive field ‘tests
to prove its reliability and assure its acceptance by the natural'gas
industry. A patent covering the instrument was issued to the Bureau
February 24, 1953, and s final summary report was published by the
American Gas Association in April 1956,

..:(8) - Commercial utilization and écohomic significance: Information
obtained by the Bureau of Mines:from Chandler Engineering Co.,
Tulsa, Okla., manufacturer of the. continuously recording 'dewpoint
invention :shows thatthe¥ haveé manufactured a total of 164 dewpoint.
recorders since  1950.0 ~The total dollar retail value of these units ig
estimated at $300,000.5: = - voanan o R

In addition to the instruments manufactured by the above company,
a few of the natural gas companies (three or more) are known to have
manufactired’ the instrument in their own shops. Others also may
have constructed the instriment. ' ' o e
'+ The Bureau of Mines helium’ activity, has one or more of these dew~
point recorders inedch of its five hellum plante. In addition to its
usé strictly ‘as & dewpoint recorder for hatural gases, the instrument
silso has been used by the helium activity to record ‘the hydrogen con-
tent of heliumy produced at each'cf the plants by adding certain addi-
tional equipment. - The equipment consists of a high-pressure furnace
filled with copper oxide, through which the helium is passed. “Any
hydrogen corntained in ‘the helium’is’cotiverted to watér vapor, which
then'is detected by the dewpoint recorder. By such a method hydro-
gen present in concentrations above ‘10 parts per inillion'is ‘detected
and measured. e

The manufacturer of the dewpoint recorder comments as follows:

- ... Asfar as is known, all purchasers and users of the instru-. . .
ment. have been connected with the natural gas business, -
" either gy marketers, transmission comparies, or users. =
Tt is difficult to evaliiate the economic significance of this
i ppparatus sinte it istugsed-gs & preventive measure to avoid -
__expense which might be incurred if the information the in-
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~strament gives was nob avaﬂable It should be presumed
that users feel the 1nvestment 1s ]ustlﬁed on. the basm of
estimated savings. - e : : :

(c) Cost. of development Flecal records of the hehum activity
regarding the development of the instrumeént to record the dewpoint
or moisture content of natur&l g&scs under preeeure show the cost to
be aboirt $41,000. . 4

{2) -3‘Fluid§zed.bed fuma'ces' f_or d%yin;j_éblid's' Lo

?g};:énﬁ o Inventor = ° ' ':’""I"iﬂc'” I Date’ jssmerd
2,:666; %9 Vernon . Parry _____________ Method cf Dryiug Sohds ina Fluichzed Bed_ —--| Tan, 19 1954
2,763, 478 ____________________________ Apparatus for Drsn.ng Solide in a Flmdlz.ed. Bod.. Sept is, 19.56

() History and development These patents are- ba,sed on - work
intidted .at Golden, Colo., in.1947. The methods consist in rapidly
drying -the solid with.hot gases in & fluidized bed and entraining the
dry:solid overhead, with separation in. a cyclone whlch allows thc
‘gases:10 be recycled to the heating furnace. . '

Further: development - wag carried out in Denver in - oooperatmn
with the Texas Power & Light.Co. and nine operating units using the
method - were subsequently: installed and are operated by this: com-
pany. at Rockdale, Tex., for the Aluminumn Co. of America. . The
nine :operating units dry hgmte Wh1ch in turn 1s used to reduce a,lu-
minum:at: this plant site.

- (). Cormmercial utilization and economic mgmﬁcance In add1t1on
to-the: Texas plant mentioned above, the Bureau states that there are
at least two more plants in the United States using this process, both:
drying coal, "There also is-one plant in Canada, and reputedly several
more plants are:abroad that use:this :process. :

The iprocess offers -a -safe and:efficient means for drying- hgmte-
coal, and hydrocarbonfuels with: some moisture content.. It.is more:
economical than.conventional mill drying, because the dried product.
can be fired in:a coarse size; eliminating: the necessity: of mill grinding.:
This:‘i8: due - to the. a,lmost complete: elimination::of moisture. . The
dried: lignite is suitable for:use in cemerit kilns, slaggmg type boilers,
and other operations requiring intense heating. 5

+{¢)::Cost. of dewelopment: The initial and. development cost o the
Grovernment wag about $80,000.. . A similar amount was spent in the
method’s further development by the Texas Power & Light Co."

(8) Testing and prevention of embrittlement cracking in Seamplants

PaNt.en:t“- : Inventors s Title A Date issued
PIREEN KR

2,288,954 | 'Wilburn O. "8chroader and A'poparatus “fori-Testing . the Embriftlement | May' 26,1642
L Abraham A, Berk. aglring Chardeteristics of Solutions.
2,283,955 | Wilburn C. Sehroeder:....-| Means for and ‘Method of Testing Embritle- | May 26,1942
o et R ' ment Cracking Characteristics of Solutions, - c
2,997, 670 | Wilburn O. Schroeder and | Method of Protecting Boflers and the like | Sept. 29,1942
.. Abraham A. Berk, | . Against, Embrittlement.
2,454,258 |....c s L Wéter kTrenﬁmBnt 16" Prevent Embrittlemetit | Nov, 16,1948
racking,
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(@) History and development:: Embrittlement - cracking - caused
failures in boiler seams, sometimes with. considerable loss of life and
property, and was a serious problem when the Joint Research: Com-
mittee on Boiler Feedwater Studies asked the Bureau of Mines to
investigate some of the aspects of the problem cooperatively,in 1932.
The Bureau provided space and some manpower, at a cost that aver-
aged considerably less than $10,000 for the nearly 10 years of the proj-
ect. Industry’s contribution, through the Joint Research Committee
on Boiler Feedwater Studies, wag about $100,000 or approximately
10 times that of the Government’s investment,

The embrittlement detector is, in effect, a superposed seam through
which boiler water circulates, to pr0v1de a sensitive environment.m
which the boiler water is tested for its tendeney to-cause cracking.
Attached to autoclaves in the laboratory, it permitted the screening
of various chemical methods to prevent cracking; attached to operat-
ing boilers, it evaluated the effeotweness of these methods in heatmg
and power plants:+ '

+:().'Commercial utilization and sconomic s1gn1ﬁcsmoe More than
1 ,000.:detectors have been manifactured and used in -boiler tests in-
this country alone, and the detector: test has received worldwide usel:
The American Soototy for Testing-Materials standardized : the: tesf:
method: in"ASTM -designation: D=807. Two basic patents were ob-
tained in 1942, Two Improvement patents were issued to thé Depart-
ment of the Interiorin 1942 and 1948. The Department policy: aﬁ
both instrument and boiler manufacturers to. manufacture the inven-
tion andiany user to utilize-it. ‘The basic patent protection: on: ‘the
detector expired in 1959, At that time, the cost of the detector; in=
cluding the test specimen, was $50 ($15 more than the price in 1939)
The principal manufacturer of thls 1tem is the Stout Machine- Products
Co.; Readmyg, Pa. '

It is diffcult to put a- prlce tag on’ the economic sigmﬁos,nce of
the detector. The number of ‘boilerifailures from seam cracking: was
onee large enough to cause this-trouble to be considered a principal
operating problem. - Stmple control methods;, demonstrated with the
detector to be effective, are now in commmon use.' - Failures still. eccur-
oceasionally in- relatlvely small plants where preventive treatment .
hag not been applied; but seam: cracking is:no-longer considered
troublesome ‘In- steam- generation, A mininal prloe tag on economlc,
51gn1ﬁc&nce could start .at $1 million a year. . = = :

.(¢) Cost of development: As stated-above, the cost t6 the Bure&u
of Mines was: less: than $10,000- for nearly 10 years Industry s'
contribution™ was- about’ $100 000.: '

(4) Electrolytic process for the extraction.of metallic manganese .

Patent : Inventors RS Title : Date...:;
No. issued
2, 119, 560 | Stephen Shelton-..‘ .......... - Eleetrolytic Process for the Exiraction of Metal- | June. 7,1938:
. :=i:|. .- 1i¢c Manganese. -
2,168, 640 ..o e I S | ‘Purification.of ManganeSP Sulphate- Solutzons | Aug.-15,1630-
2 439 805 Hg_rhert Ham!ey and .‘Iames - Method of E]ectrounn.nmg Manganése. _. ... CApr. 20,1948
acohs. R . R REEE o RO
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(@) ‘History. and. development: In 1934, the Bureau of- Mmes
dlreeted its attention to the development of a ‘continuous process for
production of electrolytlo manganese. These studies contmued in
succeeding years.

In October 1936, Report of Investlgatlons 3322 a Bureat of Minies
publication, was released with a section entitled “Ilectrolysis of
Manganese.”” . A practical process for continuous deposition of elec-
trolytic manganese was reported to have been achieved at this time.
Later, work by the Bureau improved the process, and investigations
wet's made of possible uges for the finished product, m’sh Report of
Investigation 3580 being.réleased in September 1941, '

" The Bureau’s work was ‘encouraging to the point that a plant was
built at Knoxville, Teni., for commercial production of electrolytic
manganese, construetlon bemg completed in 1939. . .

(5) Commercial utilization and economic mgmﬁcance Usmg the
basic Bureau of-Mines patents plus some slight innovations, Electro
Manganese Corp. began production in 1939. January 1941 is eredlted
however, as the start of actual commercial produetlon with produotlon
for that year being approximately 600 short tofis.

In 1941, the Bureau. constructed an electrolytic manganese pilot
plant at Boulder City, Nev., designed to produce 1 ton of metal per
day. This plant produced 750 short tons of electrolytic manganese
in the years 1942 through 1946, most of the product being used for
coining the wartime manganese’ nickel.

In_the meantime, Electro Manganese Corp.’s production of the
metal continued to grow, and in May 1943 a defense plant corpora-
tion-financed addition to plent capacity was completed. Demand for
the metal has continued : to ingrease and further additions to the
company’s plant have been made. In 1956, Electro Manganése

' Corp became a division of the Foote Mineral Co.

In 1954, Eleetro. Metallurgical Co. (now a-division of Union (arbide
Metels Co) became the country’s. second eommerel&l producer of
electrolytic mariganese. .. -

Both: -American: Potash: & Ohemlea,l Oo e,nd Foote Mineral -Co.
reeently announced. plans for complete new: plants. - This marks the
entry of another. producer, American Potash & Chemical Co.. in this
commercial market. . Foote’s efforts mark :a continugd growth and
expansion of their operation. These producers are or;will'be producing
electrolytic manganese based on the bagic patents developed by the
Bureau. of :Mines: - Reported  consumption. of :manganese metal ‘hag
grown from 1,900 short tons in 1954 to 12,800 in 1959, or approximately
an increase of seven times in 5 vears. At a price of .34 cents per
-pound thas represents & market value of more than $8,500,000 for
‘1959
' Reoent increases iri. eonsumpmon are attrlbuted largely to mcrea.sed
use in the production of opén-hearth steel. . Previously, stainless steels
were respons1ble for a large portion .of consumption, -Other uses are
in sthe making of nonferrous alloys, . chemicals; pharmaceutmels
welding: rods; -and welding rod coatmgs Electrolytle Ihanganese s
particularly useful-where it is. desired to introduce manganese without
introducing impurities. -Electrolytic manganese is £9.9 percent pure.
Further the national stockplle calis for manga,nese 99 9 percent pure
and produeed by th1s proeess = et ;

88373—62—+4
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"(¢) Cost' of ‘development: A" ‘meanthgful - éStimate of the cost of
“development to the Biredu wotld be difficult to determine because
‘accounting practices during the pertinent period were not Such as to
supply the necessary mformamon .

(5) Mzca paper a'nd synthmc mzca

"'Pzaqtent' R ‘I_x'l-ven'tor' SR R R "--Tit}e ; ) < Date jssued
o 0. R R N - RS Ll - - . Ll

2,711,435 | Richard A. Humphrey ______ Electric Fumace and, Electnc Me]tmg and Jume 21,1955
Crystallizing Methad for Minerals. .
2,829,061 | Jay B. Comeford and Robert | Machinable. :Ceramic -Bonded . Materisl and | Apr..' 1,1958

. ‘A, Hatch. Method for Producing S8ame. .
2,882,328 | Edgar C. Wordén_._...o.___ Controller for Regu]atu:lg the Resistance of & | Apr. 14,1959

3,008, 802 | Rober$ A, Hatch;.‘

Melt, . .
Rec];;'ystta]hzlng Reconsfututed Fluorme Mlca "Nov, 14,1961
. eg [ L . oLl

The followmg are the pendmg apphc&tmns W}uch have been ﬁled to
mdlca,te the volume of work in this ares;

M ica paper and synthetzc mwa

.ADDIJC& EAE - . i - B R ) ) A
AR~ [oi« ERRN L . Inventor(s) - Co Tl T e e itle T
senal\Io : ;

' 807 737 _Haskiel R, Shell and Norritn A Pace.. PlRigiresmve Melting and Crystal]:zatiun of Synthet:e
7, 732' :Haskiel R. She].[.-____.______..___-__--_._ F]uormmarFluoramphlbole Ceramms and Proeesses

of \Iakmg Same.
60, 276 | John L. Miller, Jr -Mies Pape
f.89,588 Hskiel R. Shell.

Water Swel]ing, FIexlble Fluﬁrm.lca

~‘An-area of extenswe research carrled on’ by the Burea of Mmes is
the development:of mica and synthetic mica.:: - - :

In 1947 the Bureau of Mines began to conduct fundamenta,l studles
on-synthetic mica: at:Norris, Tenn.” Until June 1953 the ‘work: vas
carried -on ldargely ‘under: Workmg funds from - the Office -of ! Naval
Research, the Burédu’.of Ships, and the Army Signal Corps. From
July 1053 until: October. 1956, the Bureau work on synthetic micaswas
supported - glmost - entirely from - direct appropriations ‘with minor
assistance by private industry-for:a brief period. Since October 1956
‘Bureau appropriations for this research have been supplemented-with
‘Defense : Productlon Act funds admlmstered by the General Servmes
‘Admmmtratmn
~+‘Research by the Bureau on synthetw mica has resulted in ‘& number
of major accomplishments and incidental products and discoveries,
Because of ‘the continuity of the program and the interdependence of
the various aventuesof investigation, crediting 4 particular. development
toa specific' time inthe program is 1ot entirely accurate. . However,
developments ‘during ‘the :synthetic mica research that have been
financed 'principally from Bureau appropriations :have resulted in
several patents beingissued ‘and a-number of ‘patent applications
pending in-the. Patent Ofﬁce and others are awmtmg processmg by
the Solicitor’s Office:

From the begmmng, the broad objectwe of the synthetm ‘mica
research program has been to produce a material that Wﬂi subst1tute

TEAgy
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satisfactorily for strategic 'grades:and qualities: of natural mica block,
film; and splittings. I The-original approach of attempting to produce
large single crystals of synthetic:mica was supplemented after a time
by efforts .directéd  toward - delaminating and reconstituting - flake
synthetic mica into a sheet having electrical and mechanical properties
nesded invelectronic ‘applications: - Most of the.-developments that
bave been considered for.patent action concern technigues,: materials,
and e}(lluipmenti’direqtly -related. to advancing :oné of: these two ap-
proaches, « = oot e 2 Ll T T
 The only development:of this research which is applied commercially
-at the present time is the process-for manufacturing synthetic mies
by internal electric-Tesistance melting. This process: was developed
in the search for & means of synthesizing large single crystals of mica.
‘Although-this process-did not: solve ‘the problem of :obtaining large
crystals: of . gynthetic: mica in: commereial quantities it did produce’a
material’ which :rapidly found :a market in :the glass-bonded mica
industry. | A: device: was developed swhich i& useful in:controlling this
process or any-0Other using the melt to conduct . the: electric current
furnishing -heat-to-the reaction: . =7 wodo s oo ST 0T

- At-leagti two :companies: presently use-the Bureau process to pro-
duce synthetic mica for-use in glass-bonded mica.: :Because of its
better molding: characteristics, duperior high-temperatiure properties,
and more attractive appearance glass-bonded synthetic mica not only
has filled a number:ofispecialized needs but also- has displaced glass-
bonded natural mica to an appreciable extent. Uses of glass-bonded
mica inelude insulation in telemetering equipment,; wire insulation,
“gnd -otheér comiponerits in nuclear applications, ‘and niaterial for fabri-
cating ‘tnicrowave eqiiprient,” switch paiels; fuse  boxes in -aircraft,
“and ‘sockets for miniature vacuum tubes,’ i 7 oo T naan

Ceramic bonded micas are not used commercially:but mighitibe
useful materials at some future time. Several of the new pfocesses
for making synthetic micas require further development to evaluate
their industrial significance.

During basic research on synthesis of micas with various composi-
tions, the processes of making the family of synthetic minerals of
water swelling fluormicas was discovered. Their unusual properties
were utilized to develop the process for producing a mica paper which
differs widely from commercially available mica paper. The develop-
ment 2o far is only in the preliminary stages but has aroused consider-
able interest in industry. Although the economic significance of this
mica paper cannot be predicted yet, it stands a good chance of becom-
ing a useful industrial material.

I11, Agexcy VIEWPOINT
A. XNFFECTIVENESS OF PRESENT POLICY

The responsibility for the Department’s patent policy was delegated
to the Solicitor in 1945. After study, the present Solicitor issued a
statement of the Department’s patent policy on July 25, 1961. The
Department’s policy was restated as being that of taking title to any
invention made under a research and development contract, except
where it would be inequitable for the Department to take title because
of substantial independent contributions to the invention by the con-
tractor. However, in the esse of Saline Water, Coal Research, and
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Helium- Aet Tesearch; a-contractor who-getsititle s required ‘to issue
licenses to the public: at Teasonable royalties. "Further, anyicontract
wharein title is to:be left with the .contractor must be submitted in
advance : to the Selicitor for' review' dnd -approval, together with a
reasonablejustification: R S RSt SET SR SRS U D
+.After the passage of the Salife Water Act of September:22,-1961,
the question of-congressional intent was reviewed and after.a searching
analysis by the:Solicitor’s Office, it 'was decided by ‘the-Solicitor that
the patent section of the Saline Water Act, the Coal Research Act and
the - Helium Act:-amended’ intended: -that ‘all patents arising out of
contracted:research in these fields shall be made freely available to the
public:'® . As -a result, -all contracts in-these-fields that have been
negotiated in-recént months:include  provisions: which ‘imsure that
any resulting’ inventions shall be:made wvailable:to the public, free
of charge. ' This may be accomplished by title in the Government, by
“joint title; title in the contractor with the right to issue sublicenses in
the Government, dedication -or:by any other method: s¢.long as the
desired result-of making the invention freely available is obtained.
The Department believes that the above changes in their policy
makes it-presently more effective in carrying our their duties, the con-
gressional intent, and promotes the:public-iriterest. - Therefore the
Deépartment feels there'is no'need to depart from the present policy.'?
i '+ B.- RECOMMENDATIONS AS T FUTURE POLICY
. The Department of the Interior has 16t made any recommendations
to the subcommittee bécause it believes the present policy to be effec-
tive.and no specific instances in which a different policy might have
proven more useful to the Government or in the public interest has
come to its attention. ... 1. .. . P T :
716 Opinion attathed a5 abp,F, 0
@ Beeapp G L




! _Inveator(s) | ! |- Date issued
1,329,853° thtman, ‘Walter F_ - Watei and Ofi GHis Manufactu Feb 3 1920
1,330,008 ... -do.. Cracking, :E[ydroc;arbon Oils_____ .

1,352,016 |_ ... do. ADpasdtis for Oracklm'qy Hydrog Sept 13, 1920

2,033, 6509 Bowm Cliffoed P Mud Lining O d (Fds 'Wells_ Mer, 10 1936

2,119, 560 =Shelt(m Stephen Electrolytic .. Process for. the. Extraetmn of Juie 7,,1938
: Metaulc Manginese. .

2,169, 640 |____. Pirification, of Mangsnese Sulfate. Salu S ,Aug 15,1930

2, 278,750, Clagett Wﬂham Horae Jr .Instrument to Indicate Concrete Co - Feb, 17 ‘1042

2, 281, Deaton Wﬂ]:am Apparatus  for _Determining Dewpomt i A_pr 23 1942

f oy . t _a.l (Grases, Under Pressurg, :

2, 283,004 Schmeder, Wﬂbum 0., and_ LADD! JJor. | Testing “the Embrltﬂement May 26, 1942
:, . . Abrahsin A. Berk, . Crackmg Cha.racterlstms of Solations. e e
2, 283, 965 Sciuueder, Wﬂbum C,. Megns for snd Methed of Testinig. Embnttle— Do.
.. ment Cracking Characteristics of Solutions. :
2,294, 532 |. Fahey, Joseph ‘Michiael | Method: and Means for Extinguishing: Burmng -Bept.:.1,1942
) R]elgc er, and Wl]ham W Moiten Magnesmm a.nd the le i '
e ubey. ... - ; Bl :
2,297, 670 | Schroeder, Wi urn ;i_ _Method of Pr Sept. 29 1042
. B brahamA-Berk Against. Embnttlement ]
2,321,088 | Lewis, James: C}.._ ‘—Rectobhque Plotter. . Tung - 8,1943
2,362, 500" | ‘Quenon, Eugens E. " Apparatus for Testmg Flame Saief.y La,mps_-___ Nov. 14,1944
2,364,058 | Mifler Harold . 0., William | -Core, Dn]]mg._ ..... -Deo, -5, 1944
.JBerwa.ld and Daﬂd
R Ben'l‘a]m]‘ez'ro Jr, - - L
2, 368, 209 Fahey, Jos. Mmhael .Art of Ex‘l;mgu.lshmg Bummg Magnesmm and Jan, 30,1945
Flelscher, and Wﬂham W. | " the Like, ;
2,370,143 Buckmastez' Jumes L Camera Luclda Instrument and Pr'smatic Umt Feb, -
2,439,805 Hauley, Herbert R Method of Electromnnmg Manga.nese. .| Apr,
2,448, 533 La.urance,Ha.rold W.------., COD.S!.StB!J.GY \'Ieter-- Sept. 7,1948
2,454,258 | Bchrosder, Wilbwrn C,, aﬂd Water Treatment to I’z'e.vent Embnttlement Nov. 16,1948
- | -“Abraham A, Berk. | -Oracking. fro e
2,476,309 | Lang, Walter B__ Appa.ratus for Eubaqueous Geolo ric Prospecting. | July 19,1049
2, 648,897 Kro].l William I ‘Process for’ Melting Hafnium,; um, ‘and | Apr.o17, 1961
R . 'Fitaninm Meials, v A
2, 695, 251- Harrlson, Thiwrenes T2 5 Shgrt Ciremting Oonuaebm ot Dn'ect ‘Gurtent ‘May ' 06,1952
; 1reiis
2,600,435.|.8haw, John M., Thomas R, |. Metkad of Eilling Submerged Waterweeds___. _.. June.- 17,1962
Bartley, and Richard 8
- Roseniels, . L. i
2,610,506 | Taliaferro, David B., Jr., | Instrument for Locating ¢he Liguid Leve! in | Sept, 18,1952
Clifiord E, McOlung and Wells,
Fritz G, Mueiler, .
2,629,253 | Deston, Willlam M__________ Mlgistme Content Recorder for Gases Under | Feb. 24,1053
2,686,260 | Parry, Vernon Fo . __ Methad of Drying Solids in a Fluaidized Bed.__..| Jan. 19,1054
2,875,853 Hatclé, Ro?ert A., and Jay | Fabrication of Synthetic Fluorine-Miea__..__.__ Apr, 20,1954
omeforo
2,696,702 | Bean, Russell K_____________ Stgegscopic tPhotogmphic Projection Mapping | Dec. 14, 1054
strument.
2,711,436 | Humphray, Richard A ______ Elgetrle Furnace and Elestric Melting and | June 21,1935
Crystallizing Methed for Minerals.
2,728, 925 | Skibitzlce, Herbert B__._..__| Thermal Flowmeder__.__________________._______ Dee, 27,1655
2,737,846 | Bean, Russell E_____________ Ellipsoideal Reflector Projector for Stereophoto- | Mar, 18, 1956
grammetric Map Plotting, .
2,763,478 | Parry, Vernon P cnucnan Apparatus for Drying SBolids In a Fluidized Bed.; Sept. 18, 1956
2,771,686 | Hamoatre, Hugh Q., Fred- | Instrument to Measure the Diameter of Sub- | Nov. 27, 1956
: erick E,, Armstrong, and surface Well Bores,
Fritz G. Mueller. .
2,821,499 | Applegate, Vernon O., and | Method for Controlling Ses Lampreys (Petro- | Jan. 28,1958
Jfohn H, Howell. myzon Marinus
2, 826, 80T Vinsonha.ler Russell, Daniel | Fish Diversion Louvez' System o icinaeren Mar, 18,1968
E&;. gates and George 0, .
ac :
2,820,061 | Comeforo, Jay _E. and | Machinable Ceramic Bonded Material and | Apr, 31,1958

Robert A. Hatth,

Method for Producing Same.

23
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Partial list of patents held by the Department of the Inferior—Continued

P%}’"“t Inventor(s) Title Date issued
0.
2,889,528 | Worden, Bdear O.._ - _.. 'O%ﬁi'tligﬂerifbr:kégujaﬂﬁg the Resistance of a | Apr. 14,1959
olt,
2,860,419 | Bean, Russell K__ - _auue.__. OrthophotoSeODE s e oo Jan. 20,1959
2, 886,405 | Bensot, Homer E., and Jos. Method for Sapamtmg COs and HzS from Gas | May 12,1959
H. Field. “Mixtures,
2,889,528 | Monfore, Gervaise E-......_ Standardmmg Strain Gage. oo --cmeecmene June 2,1959
2,913,846 | MeLain, Albertot Li.or.... -Appar?tt%s 1:{or Oontroi].mg the Upstream Move- | Nov. 24,1950
ment o
2,947,688-) Murphy, George- W.___.. | -Process and. Appamtus for the Demineralization | Aug. 2,1960
L of Baline Water. H .
2:968,869 1 *Scher, Marvin B, ..___ Preparation of Maps. . oooo__ . l0L 0l ool Tan, 24,1961
, 979,442 | Badger, Walter Li—----.. Pr]gcess fortthe Preventmn ot Scale in Sen Wate.r Apr. 11,1961
: : vaporators,. - - it
2,983, 810 J’ames, Robert 8. audJ'oseph_ . Photoflash Unjt.._.__ ... ---| May 9,196l
B T4, B : o
2,901,421 Volz Oharles D ..... Figh- Guidance DLreu[: Ourrent Devices.._._=L_ TJuly *4; 1961
2,99 884 Blenstock Danjel,  ahd ‘Process for Removal of Sulfur Oxide I‘rom July 18, 1961
Toseph M, Field. Gag
2,996,202 | Graf, Ernst G, and Charles Gravity Feed Combustzon Equipment Apply-{ Aug: 15, 1961
N. Howard. ‘ing- Gmssf_ d Igmtlon Pnnclple .
2,996.439' Qlover,; Robert B___:..____:l Rotary Bti : ; Do.
8,002,002 1 Wgng]fr, Irving, and Mllton__ Reductzon of the Thlophene Nucleus : Sept 26 1961
3,002, 091 Armstrong, Fredarick E-_-; Method of Tracmg the Flow of Liquids by the . Do. .
e ‘|~ nse af Post Radioactivation of Tracer Solutions. D
&, 005, 680 Praske}f, Oharles, and Wil- | Multiple Compartment Rotary Drum for the | Oct. 24,1961
lard 8 wnn&un. "|' .Leaching of Ores or Related' Products in a St
L B © ° - | Continupus Conntereurtent system .
3,008, 802 H%it.ch anobaBrﬁ ].IA and- | R%%'ysta]hzmg ‘a Reoonstltuted Fluorm&M:cu ‘Nov, 14, 1861
Ile, ) -
3,010,208 | Friodman, Irvmg and Method for Determjning the AllthE!lticlbY ‘of || Nov. 28, 1061
- Rébert L. Smith -Ancient Attifacts Made of Obsidian. " - : SR
3, 012, 668 | Fraas, Foster. ... .| Electrostatic Beparation Carrier Elactrode. ‘Dee. 12,1961
3 016, 206 1+ Wong, - Morton M., and-| Method for Reduction of -Refractory: Metal | Jan, g, 1062
1  Emst X, Kleegples, * Oxide to Metal by Caleinm Carbide.
3 022 842 Mafriea; Leo . neewnicacana Aututr:xr:ﬁ:lﬁchatch Welghing Devme Ior Filling | Feb. 27, 1062
or Unlos -

3,027,750 ; Frande, L. Warren, Lowell A%anratus for Studying Phase Relahunshlps of | Apr. 38,1062
B %tr{;}gd ‘and - William‘| ' “Gages' and Gas Mlxtu.res o '
paton, o R

3,028,183 | Phillips, Werner A....__.__. Sealed. Ba.ll J’ omt for Eleetrodes ________________ ; Do.
3,031; 287 | Benson, ‘Homer - E.; and’| Process for Manufacturing Mixtures of Hydro- Apr, 24,1962

) ) .Toseth Feld, .| gen, Carbon Mommde, a.nd Methens,
Y -.-:pgNADI’,ANﬁPATENTs

" 600, 326 Agpll]igéﬂf:e,ﬁ\?’ef&aﬁ"b..’ snd 'Met]iod'fdrUdﬁtioliiug'l’etromymrfMafinﬂs;_; ‘J;ﬁne.ﬁl,'laﬁﬂ

. o H Howall.” ~ e
-620,410 | McLain, Alberton Lee ... Appar%m}s Eg:arhOm:n‘.rolljng the Upstream Move- May. 18, 1061
: ment, o ’
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CAppENDIXB . -

Licenses granted under Department of the Interior patents

by

. Caleium ™ tate
Visual Color of 11;3 Fluores-

COMCa,

- P%bent :  itle Licensee Date issued
o oNe . . . ) .
| 2,118,820 Prepalgtit%xll otfs Gobalt—Cop- 'Diamond-I-Iarshaw Co.; Cleveland, Ohio | Aug, 09,1048
[ per ys o .
" 2,119,560 ; Eieotralytle Process’ for” ‘the | Great Western Eiectru-chemical Co, San | June 25 1938
- Extraction = of, Mefallle| . Franclseo, Calif. . .
Manganese. :
2,215,484 | Sonie Fluoccu.lator and 'U'ltrast)nic Corp, 883 Boylston st Boston, Sept. 10,1946
' Method of Fluocculating Masi : :
T Smoke oy the Like. . - P -
2,283,054 | Apparatus for Testing the National Aluminate Corp _____________ |olaawll] May 15,1043
TR mbrittlernent  Craclking . . :
' v gharacteristlcs of Solu- o .‘ Lo
. |.. - tions
. 2‘283 954 - W.H. & L D Betz Co D!mville, Ill ........ Mar. 19,1943
283 , 954 Gﬂbert .Ass%emtes, Tne., 413 Washmgton St y | Feb. 2(} 1043
2,283,954 |. o] Cﬁus Wt Rice & Coutl ic,, ‘East Orangs, | | Do
© 9,283,054 | "Hagan Corp, and sis sbstdinrias; Hall Labo-'| Tax. '8, 1043
ratories, The Buromin Go ‘Calgon,
PR {Dm', Hagan]ildg,32341‘.h.c\.ve Pittsburgil e
2,283,054 |..___ L+ L T 'vaer Tank&Mauufacmriug Co., Ine East Sept. 20,1944
’ hicago, |- o
:2,283, 964 |+ <1 T S ,Stﬁut Engmﬁermg Co., Post. Oﬂice Box 1453, | May 15,1862
2,283,055 | Moans for and. Method. of | The Detroit Edason Co., Detrott, Mich__.... Nov. 30,1042
) Testing HEmbrittlemcent - B
ITY: Oracking .- Characteristies | . Lo . 1.
T ofSolutwus. ' T : LR
. 2,283, 955 Natlonal Aium.lnate Cotp Chicago, Ill_ May 16,1943
2,283 955 . H. & L. D. Betz Ca., Danville, 11l 7| BMar. 19,1943
2,283, 955 A Glll%)ert srzl&sst:wcim:es, Inc., "412 Washington 8t., Feb 20,1943
: " "Read
-2, 283, 955 . ,__,Gyﬁ:}s Wm R;ee & Co,, Inc., East Orange, | . Do, .
2,283, 955 Port " Huiron' Sulphite & Paber ‘o), Port | Jan. 28, 1043
T | - Huron,  Mich, : L
2, 283, 055 X Hagan Corp & subsidiaues Hall Labomto- Jam, ' 8, 1943
ries; Ine.; The Buromin Co.; Calgon Inc B
_— ._Hagan Bldg., 823 4¢h Ave,, Dittsburgh, Pa. |. :
2,288, 955 G:gger Tan}'zngz Manufactu.\'lng Co., Inc East‘.' Sept. 20,1944
N : icago, y :
2,283, 956 ‘Ameriean Die & Tool Co Regding, Pa " 11| Apr. 11,1045
2,783,955 Stour. Engmeanng Co,, Post. Office Box 1458, 1 May 15,1852
2,204, 583/ Mothod and Means. for Ex- el Band & Feldspar, [Coip 68 Mer- | Aug. 20,1042
: 71 tidguishing Burntng Mol- |- cantlle Trust Bldg " B ‘nmore, Md j, : G
St en 1}3«3[11( Magnesium and the -
ilco, P
- % 204,582 .. L L O S S, Md 1Ahi B%ardma.n, ,Ineend-X Go s Plnla- Sept. —, 1942
s 4 ’ T ;
2,204,832 |....- do _______________________ The Detroit Bdison ‘Co,, Detroit, Mich .| Nov. 80,1942
S2,204,632 o Q0 e Texas Mica & Feldspar to. ... Van Horn, Tex__| Mar. 4,1043
2,207, 670 Method of Protecting Bojlers| The Detroit Bdison Co., Detroit, Mich-____. Nov. 30, 1942
e and the Like Against Em-
[ -brittlement, .
2,207, 670 ds Natioual A.luminate Cor Ohicago ... May 15,1043
2,307, 670 W.H. & D. L. Betz Co.. Danvidle, 1. - *| Mar, 19,1043
. 2,297,670 Giiber't dhl]\ssoPciates, Ing., 412- Washington St., | Feb, 20,143
| .. Reading, o
;2,287,670 G%rus W, Ries & Co., Inc., East Omnge, . .Do. .
2, 297,670 Port ‘Huron Sulphite & Paper - Co, Port | Jan, 28,1943
: Huron, Mi¢ N
2 297, 670 Hagan CorD. ‘and subsidlaries; Hall Labora~ | Jan. < 8, 1943
| : tories, Inc,; the Buromin Go Calgon, Ing.; .
- Ha ggﬂBldg , 323 4th Ave., Pittsbuirgh, Pa, [ - -
. 2, 297,870, 'Alglsa-i halmers Mauufacturiug Co,, Ino, Eas Aug. 1 1045
y =d : P .
2,207, 670 Amerman 3)19 & Tool Co., Reading, Pa.. Apr 11,1946
‘2,297,670 . a ,Grcager’l‘anlkugz Manufactung Co, inc, ast - |-Sept,’ 3,1046
2,207,680 | Separation of Feldspar from | Allied Ohemmal & Dye Gorp 61 BroadwaY. 1 Jan, 19, 1049
T -(Juartz. New York, N.Y.
2,346, 861 Estimatmg Molybdeaum Ultra-Violet i’roducﬁs,lnc LosAnge!es Gaut' Jan. 16,1943
' |- Content of Scheehte o o
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Licenses granted under Departnient of the Interior patents—Continued

" Mitle

Licenses

Wild Heerbrugg Instruments Ltd., fi er-,
brugg, Switzerland,

Patent Date issued
o
2,362, 500 | Apparatus for Testmg F]ame Mme Safety Appliances Co P1ttsburgh Pa__ Mar. 16 1945
- Hafety Lemps; - -
112, 862, 500, |-an do - Koehler Manufaatu:mg Co Izm., Matlboro Dec 7 1945
..4,364, 088, | Core Dnll.---h.,-_ - George A. Macready 235, North Freeman P, | Apr. .15, 1955
ot ’ ' Inglewpod, Cslif. - s
2,407,651 | Concentrating Flum-spar by Ozark: Mahonmg Ca;; ’I‘ulsa Okla_'_ _____ m=a--| Dec. 17,1945
oo, J- Eroth Flotation.. . . o
2,418,821 P]quﬁal Stage Hydraulic Clas- T]};dDe]Stﬁl' Concentrator Oo Fort Wayne, Deo, 26,1947
sifier.
2,448, 533. [ Consistency Meter_..._._____| ."The. TkL Svlvmth Co., 2835 North 324 8¢, Ml]- Sept. 28, 1940
| IR, ) - gt e Vit ot
2,454, 258 | ‘Water Troattent to Prevent | Hall Laboratories, ]'.nc., Pittsburgh P _| Sept. 28, 1049
Embrittlement Crack.mg. .
;12,454,258 | __ -|.Elgin Boftener Corp., Elgin, Til. _ Co_oo| Jung 24, 1040
o2, 454, 258 | : Alhs Chalmers. Manufacturmg Co 1126 1 Feh 15; 1652
C . South 70th 8t., Milwankee, Wis. - - - :
2,497, 863 M;i;hud &fo Concentratmg Ozark; M&homng Co., 'l‘qua., Olla e oo Oct., 30, 1950
ugrspad Orés: A
2,895, 251 Short-Olrcultmg .Contractor, | Rankin Engine & Machme Co s 917 South 22d Apr,, 26,1954
AR for Dlrect- urr Ci Birmingham, Ala. - EERE R
2,600, 435 Method of * Billi g OhemicalWeedControl Co., 1016 Kains Ave., | Oct. 18,1948
R merged ‘Waterweeds. Berkeley Calif e
* 2,600, 438 Weasateh Qﬁlemlcal ‘Qo., 2225 South 5th- East, 1 Nov,» 11948
cre: 3 - Salt Lake Clty, Ttah. e
2,600, 436 “The Denver Fite: Clay Co.,; Post Office Box | Oct. 20,1548
s 5510, Denyver,; Colo, : .
2,600, 436 Fljn{e grﬁl%cs Inc 211 East Jch 8t., New | June 14, 1849
Q) : .
2, 500, 436 Inter-Cﬂasta[ Pal.nt Corp ‘g1l Washmgton A.pr. 11, 1950
] C e s ... Ave., 8an Leandro,Calif. .
12,610,506 | Imstrument for Locating th .Qu.aker Btate Oil Reﬂnmg Oorp . Post Ofﬁce
e . Liguid Level In Wells. Box 337, Bradiord, P R
2,610,508 |___..do.. LEG 0il Co., 617 Gourt Bldg., Evansville, | May 24 ‘1954
2,620,253 | Molsttiré Content Reeorder Reﬁnery Manufacturmg Co: (now Chandler | May 20,1953
B L for Gtases Under Pressure, 'If.lélgmeeorii(l]lg Co), 320 South Kenosha, e
- 53, 3. S
. 2,648,807 | Processes for Melting Ha Remi-Ora’ T]tm:l.lum Ine,, 1241 Mam 3t., | June }
' ©1T  ninm, Zirconinm, an; Bndgeport, Conn. R
taninm Matal
| 2,666,209, | Methed of Drying Solids Sl]ver Dngxneenng Works, Ine., 3309 Blake | Oet.
C a Fluidized Bed. = 8t., Denver, Col . :
.2, 666, 269 | Continuous Process: for De- Roberts & Sefla.efer Co 130 Nnrth Weils 8¢.,
C " |  volatilization ‘of Carbons-’ 1.
ceous Materials axd Appa-
siesowae .| Tads Thetefor, . | e
" 2,666, 587 | Benefleation of ‘Berylhum Northwest Defense Mmerals Inc Keystone Mar: 23,1961
Qras by Froth Flotation. 3. Dak.
2,875, 853 | Fabrieation of Syathstic | Loesch, Ino., Vestal, N.Y:I_ July 6,1956
|- Fluerine Micas, : M
2 696 2 Stereoscopic Photographw Bausch & omb Optical Co.; Rechester, 1\T Y--
g . :
2 728 226 Well ‘Instrument‘ Deveiapment Co., . 13 1956
Office' Box 282, Bellaire, Tex, ]
2,928,295 {____ oo ... Mandrel Industries; Tnc., Houston, Tex.. 16 1960
2 737,846 . Elhpsmdal Reflector Frojec: | Bausch & Lumb Optmal Co Rochester N.Y. 30,
7 tor for. stereophotogram-
y ;. mekic Map Plottmg, -
2737 846 (R« s O N WI]d Heerbrugg Instru.ments‘ Ltd- :E[eer-— -
et i brugg, Switzerland, [
2,771, 886 | An Instrament to” Measure Lane Woells Co., 5610 South Soto Bt., Hunting- | June 22,1955
C . the Diameter of Subsurface | - . tox P Caflf PR
: N Well Bores, sl et
2,771,686 |- Lyi'nch Gil Co 617 Court B]dg., Ilvansvﬂle May 24,1955
2,771,686 |.. .| The Westem (‘o Post Office Box 310, Mld— Mar. 31,1455
2,771,680 Pétroleum Services, Inec., 1204 |-Jan." '4,1956
RPN ‘Bldg;, Houston, Tex,
12,471, 688 Geo . FailingCo.,  Enid;, Ok, . .____.". .. -May 27,1957
2,771, 688 *| Magnolia Petrolenm Co.,” Magmolia Bldg., Dele: /16, 1653
. Box 900, Dallas, Tex.. . o
2 826 897 thsh “Diverston’ Louver Sys— Ideal Cement Oo Han Franczsco, Cahf 10,1065
2 869 419" Orthophotosmpe_. ol " Reod Resea.!'ch T.mz Washmgton D.Cul .. [ Aug. 26,1958
2, 869 419 |._ao AOnmcim e o mmmm s m  mmmmm Mar. 11,1959
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"Daf'ce'ri.é'e's-gr'&ntéc_i %mder Departmént_ of thé In'terib’r'irfaidtents—_continu‘ed s

CPatent || i Date'istied |
No. Gt

9,956,408 | Method for Separatmg O | Lone Star Aug. 13,1030
SITRET d4H;8 Gas Mix | T

Monsanto Chemical Co ‘8t LOLI]S, Mol | Tay 283050
/86, Paul Ammonia Co., 15t Panl; Minn_:_ .. .| July: 2 1066
o%thirn Nitrogen Go 80 East 42d 8%, New | Oct. 21 1855
J or

2,880,528 |. G, E. fMoniore, 120 North E!mhu.rsr. Ave,, | Sept. 17,1950
v T " Mount Prospect, I ; L
8,005, 890 4 .Mulnple Compa,rtment R -Sterling 'Carger [ Co.; Nlerce: ‘Oaverns, Mur- | -Mer; 30,1062
. .|, - tary Drum: for, the Lem;h- . Ph alif . P
: ‘mg of Ores-or’ Related’| ~- EEEE IR RS
Lroducts jn ngtmuo

408
.2, 885, 408
2,896,405 |

Ristnod' of Controling Pet-]
:romymn Marinus (FWg-

Pk . A)

BNT26, 021',':Me.t§10d ef Gontraliing ‘Pet-
mmyzon Mannus gt
FWE).

SN795, 298 | Apparatus for Stud ying,
L Phase Relationshxps 0
v - Gases and G (MixbaTes,!
SN'747,676; | Method for Contnpl]mg Pet~
Corr el Cromygzen Marinus s
BN758,927% | Method for Controlling Sea

. Lamprey With H

Mono-Nxtrophenols

Oct, - 10 1958

: ,Ocﬁ. 8; 1958

:rgjy 15 1960

Ang. 2, 1920
Do,

Rupariye: wo-

RASRE IS A IR SRS R
YICTORY ON THH LAKES

The bitter battle of the Great Lakes has been going on for 40 years,
and for 40 years, from Erie to Superior, an ugly bloodsucking monster
has been winning. Chief losers have been the splendid lake trout—
even though man himself has been their ally. But now news has
come at last that the monsters are being beaten: a subtle chemical,
cleverly used, has almost cleared I.ake Superior of the invading
fish-killing sea lamprey.

In its native ocean the sea lamprey is not particularly numerous,
but ever since it appeared in Lake Krie in 1921, having worked its
way up the Welland Canal past Niagara Falls, the repulsive eellike
creature has been swarming in the lakes. With its round, suckerlike
mouth lined with concentric rows of small, sharp teeth, it makes its
living by attaching itself to the side of an unlueky fish. Tts teeth
rasp a hole; its powerful saliva corrodes the fish’s flesh and keeps its
blood ﬁowmg freely. Many fish die of a single lamprey attack.

Lively larva—Lampreys prefer the larger fish, especially the tasty
lake trout, which are also favorites of human gourmets Lake by
lake, as the Iampreys advanced the trout disappeared. In 1935 the
Lake Huron commercial catch wag 6 million pounds; by 1945 it had
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dropped below 1-million pounds. - Later it fell to almost nothing.
In Lake Michigan the story was the same. In Lake Superior, last
lake. 40 be invaded, the trout catch fell from 4,500,000 pounds in 1951
to 368,000 pounds in 1961.

First colinternieasyra tiied by the ﬁshes ‘Hirivian allies Was eleetrlcal
barrlers across Stream mouths to keep mature lampreys from swim-
ming upstream to spawn. Bub many streams were aiready packed
with growing larvae from lamprey eggs, so the U.S. Fish and Wildlife
Service and the Canadian Department of Fisheries decided to destroy
the larvae themselves. “In search of a selective lamprey-larva poison,
they tried more than 6,000 different:chemicals on jars containing 2
lamprey larvae, 2 bluegﬂl fingerlings, and 2 small Tainbow trout.
Some chemicals killed nothing; some killed both: larvae and fish,
Some killed two of the fish and one larva.  Finally, in 1955, Chief
John Howell, of the Service’s Hammond Bay, Mich., lab, found
a jar with its two larvae dead and its four little fish alive and frisky.
The tricky compound that did.the job best was 3-trifluormethyl-4-
nitrophenol—more handily known as TEM. Developed by Govern-
ment Biologist . Vernon. Applegate, TEM reaches:into the mud and
attacks lamprey larvae. Millions of themi pop’ out of thelr burrows
and writhe-helplessly for hours before they die.:

Confident Service—TFM was first uséd in 195 n-lamprey-spa.wmng
streams that flow into Like Superlor, and by last §pring the tide had
turned against-the slimy invaders. - ~The number caught in traps as
they tried to swim upstream fell to 12 percent.of. the.- 1961 catch.
The-adults are apparently.-dying.off and.are not. being replaced by
adolescent larvae.

The battle of the lakes is far from’ over, but the Fish and Wildlife
Service is now. hopeful of eventual wetory It has already started
TFM treatment in streams that flow into Lake Michigan and Huron.
As soon as each lake id reasonably safe, the 'Service will release baby
trout, confident that most of them m]l not be sucked to death by
lampreys
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Sl AppENDIX!D
DEPARTMENT OF THE INTERIOR EMPLOYEES INVENTION REGULATIONS
| ‘ UNITED Smms DEI’ARTMENT OF 'I‘HE INTERIOR '
OFFICE OF THE SECRETARY B : "":;

CODE OF FEDERAL REGULATIONS

e Ao 43—PUBLIC LANDS ‘INTERIOR -

vt

SUBTITLE A—OFFICE OF THE SECRETARY OF THE INTERIOR

PART G—PATENT REGULA.TIONS

- ' SUBPART A—INVENTIONS BY
.. Definitions. |

(U Report-of: 1nvent1on : :
: TAction:by; supervlsory oﬁima RIS RN AT
Action by Bolicitor.
‘Rights in inventions made befo . January 23, 1950
‘Rights in-inventions ma.de n or fter

wAppésl by employee. =
Domestie patent protectlon.z
.. Foreign patent protection. .

10 Publication and ‘public use ‘of 1nvent10n bétore p&tent a.pphca.tlon 1s filed.

.11, Publicity concerning mventlon after patent a,pphcatlon 1s file d.

12 Condltmn of employment ;

1950

TR R T
bt el el 00 QO ST CYOU DI DI P

Subpart A'js anvénded so° &s o réad ds ollows.

§ 6.1 Definitions. As used in‘this subpart: '

_(a) The term “Department’’ means the Department of the Interior.

" (b) The term *‘Secretary’”’ means the Secretary of the Tnterior.

(¢} The term “Sohcltor” means the. Sohcltor of the Depa.rtment of
the Interior. ~ . ,

“(d) "The term’ “Chau‘man’ ! mgams the Chalrman of the Government
Patents Board *

(e) The term “mventmn” means’ any art, machme manufacture
desigit, or composition of matter, or any néw and useful 1mprovement
thereol, or any variety of plant, Whlch is or'may be patentable under
the patent laws of the United States. =~

(f) The term “employee” includes a part—tmae consultant OF &
part-time employee of the Department in so far as inventions made
during periods of official duty" ‘are concerned, except when spécial
circunistances in ‘a specific case require an exemptmn in order t0 meet
the neéds of the Department, each such exemptlon to be subject to
the approval of the Chazrma,n '

8§ 6.2 Report of invention.  (d) Every: mventmn mads by an employee
of the Department shall be reported by such employee through his
supervisor and the head of the bureau or office to the Solicitor, unless
the invention obviously is unpatentable. If the 1nvent1on is the
result of group work, the report shall be made by the supervisor and
shall be signed by all employees participating in the making of the
invention. The original and thres copies of the invention report shall
be furnished to the Sohmtor The S ﬁclmr mey prescrlbe the form of
the report. . - O

- *The Govemment Patents Board ha,s baen abohshed by Executwe Order 10930 Mar 24, 1961 26 F.R.

2583, Tts functlons and that oi its Ohairman have been t.ransferred f:o the Oommissioner of Patents, 26
F.R. :-1118l
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{b) The report shall be made as promptly as possible, taking into
consideration such factors as possible publication or public use,
reduétion to praetrce "and-the necessity- for protecting any rights of
the Government in the invention, Although it is not necessary to
withhold the report until the'] process or device is completely reduced to
practice, reduetion to practice.-assists in the.preparation of a patent
application and, if diligently pursued, protects the interests of the
Government and of the inventor. ‘I an-invention'is reduced to prac-
tice after the mven‘mon report 1s ﬁled the Sohcﬁ;or must be notified
forthwith.

() For :the protection; of .the rlghts of the Government and of the
mventor invention reports and memoranda or correspondence con-
cerning them are to be considered as confidentis] documents.

(d) An invention report shall contam the following mformatwn

(1) the title of the invention;

(2) the full name, resﬂdence office address, bureau or: ofﬁce
and division, posmmn or title, ‘and-official workin .place of the
inventor;

(3) a statement of t erice” that s’ ave able ag t.o the
making of the invention, including information relatwe to

conception, disclosure to others and reduction to practice;

() mformamon concernmcr any pubhcamon or pubhc use of

““the 1nvent10n N :
(5) the problems which led to the. makmg of the. mventmn
(6) the objects, advantages, and uses of the invention; - .
(7) a descrrptlon of the mvenmon,. o e
. (8) experimental dats )

{9y mformat 0 Wh1ch the
" ..the prior art;, .

) ‘the mventor 8 opmmn as to the forelgn countries 111 Whleh
...the invention would be- most useful and Would have the greatest

© commercial value;

g have ‘6b’ﬁaiﬁéd 34 o

coron(11) either a statement that the employee is Wllhng to ass1gn
T the rights in the invention to.the Government, or a request pur-
/. suantto paragraph (e) of this séction for a determmatlon .of the
respective rights of the Government and -of the inventor.
{e) If theinventor believes that he isnof, reqlm'ed by thé regulations
in this subpart to assign’ ‘to the. Govertiment, the entire domestic right,
title, and interest in and to_ the invention, and if he is unwﬂlmg to
make such'an ass1gnment t0 the Governme t Te shall, in his invention
report, request that the Solicitor determin t_he respectlve rights of the
Government and of the invenitor in the invention; and he shall include
in his inyention report information on, the, followmg points, in- addltlon
to the data called for in paragraph. (d).'of this gection: . |
(1) ‘the --mrcumstances under. Whleh the 1nvent10n was made
and. developed; . - . ; ‘
, (2) the' employee 5 oﬂiclal dut1es as given. n_hls ]Ob sheet or
o othermse assigned, at the time of the making of the invention;
S @), Whet.her the employee. wishes & patent. applicdtion. to bé
:,'.prosecuted under the ach-of March 3, 1883, as amended (35
"UB.C, 1948 ed., sec 45), it it should be determined that‘he is
not requrred to asslgn all domestic rlghts n the 1nvent10n_ '__the
o Government; ‘anld z . :
) whether the employee would be Wﬂlmg, upon request: ~ols
untarily to assign foreign rights in the invention to the Govern-
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- mentif it should be determmed tha,t an asslgnment of such rlghts

. to the Governmentiis hot requlred . -
- § 6.3 Action by - supervisory “officials. (a) The prepa,m‘mon of an
invention report and other official correspondence on patent matters
is one of the regular duties-of an ernployee who has-made an inven-
tion; and the supervisor of such employee shall see that he is allowed
suﬂiclent time from-his ‘other duties to prepare such documents. . The
supervisor shall ascertain that the invention-report and other papers
are prepared in conformity with these. regulations; and, before trans-
mitting the invention report to the head of the: bureau ‘or- office, shall
check its accuracy and completeness,: especially with respect to- the
circumstances in which the invention was developed, and shall .add
whatever comments he may ‘deem to be necessary or ‘desirable. - The
supervisor shall add to the file whatever information he may. have
concerning:the governmental and commercial value of the invention
and the foreign: ‘countries in which it is likely that the invention Would
be most useful and would have the preatest commercial value.-

(b) The head: of ithe bureau or oflice:shall make certain that ‘the
invention report is as:complete as circumstances permit. : He- shall
provide whatever. information may be available in ‘his agency con-
cerning the governmental and commercial value of the invention, and
the foreign countriés in which.-it is:likely that the invention would be
most useful and:would have the greatest commercial value.

(c) If the employes inventor requests that the Solicitor determme
his rights in the invention, the head of the- bureau of office sha,ll state
his conclusions with. respect to such rights.:

{d) The head of the bureaw or office shall mdlcate Whether STy ]:us
]udgment the invention is: liable t0.be uséd in the public 1nterest ‘and
he shall set out. the facts supporting his conclusion ‘whehever the em-
ployee’s mvenmon report dOeS not contam suﬁiclent mformatlon on
thls point..

§ 64 Actwn by Sol@cztor (a) If an employee mventor requests
pursuant to paragraph (e) of section 6.2,-that such determination: be
made, the Solicitor shall determine the respectwe rights ‘of the em-
ployee and of the Government in and to theinvention. - The Solicitor’s
determination respecting an invention made before January 23,.1940,
shall be final; but his determijnation respecting:an invention made on
orafter Janua,ry 23,1950, shall-be subject to review by the Chairman
in proper cases underExecutive Order 10096 and the ‘tules'and regus-
lations issued by the Chairman with the approval of the President.

(b} If the Government is entitled to:obtain the entire domestic
right, ‘title, and interéstii and to an invention made by an‘employee
of the Department the Solicitor, subject to reyview by the Chairman in
proper cases, may take such action respecting:the invention as he
deems: necessary or ‘advisable:to protect-the mterests of: the Umted
States. L AN L g
- § 6.5 Rights in inventions: made. before Jandary 23 1950. (a,) The
provisions of this section shall be applied in determmmg the respective
rights of the Government and of an-employee of the Department in
and to any invention made by the employee priot to:January 23,:1950.

(b) Each employee.of the'Department is required; upon request

to assign’ to- the:United States, as represented by the Secretary; a
" domestic and foreignirights:to any inventioni made by the employée
within the general scope-of his governméntal duties; unless such
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reqmrement s waived-in writing by the Solicitor:': An invention will
be considered as having been made within the- general scope of the
governmental duties: of an employee-(1). whenever his duties include
research or investigation, orthe supervision of research or investiga-
tion, and the invention arose in ‘the course.of: such research or investi-
gation:and-is relévant to the general field of an: inquiry to which the
employee 'was assigned;or«(2) whenever theinvention was in a sub-
stantial- degrée made ors developed through: the use of Government
facilities -or financing, or-on-Government time, or .through the md of
Government information not:available to: the public. =

“(c) " An employee of the Departmentis: entitled to-all rights resultmg
from any invention:which was:made: by him! outside the general
scope .of ‘his governmental dutles as’ deﬁned n: peragreph (b) of this
eeetlon g

“(d). If the Soholtor ﬁnds that an: mventlon mede by an employee of
the :Department outside the general scope of:his. governmental .duties
is used -or liable to: be used:in:the.publiciinterest; and executes 2
certificate: to- that ‘effect;: the employee may, if he ‘Wishés to do 80,
request that an apphcemon for# patent:be filed-and prosecuted at the
expense of the Government under the act of March 38,1883, as amended
(85 USB.C., 1946 "ed., sec.. 45).: Under. such :circumstances; : the
invention may-be manufactured and useéd by or for.the Government
for governmental purposes: ‘without the’ payment:of ahy royalty.

:(e)The requirement relative to the assignment of :domestic’ patent
rlghts to' the: United Statés; set forth.in paragraph (b) of this section,
may be waived in whole or in:part,in writing, by 'the Solicitor in the
case:of any-invention ag to: Whl(ﬁl he finds, upon-grounds to be specified
by:himy-that thé interests of the: Umted Stetes do not requlre the full
asmgnment of such rights. P

() The requirement- rela,tlve tor the aesgnment of forelgn petent.
rlg'hts to the United States, set forth in paragraph (b) of this section,
may. be waived-in whole or-in part, in writing;. by theSelicitor if a
détermmination is: made by competent authority pursuant to section 3
of Executive Order Neo;: 9865 ?12 F.R.:3907):that-no foreigh patent
Protection shdll be procured by the: Government-asg to.an: invention-or
that foreign. patént-protection shall-be procured:by-the Government
only in'specified: foreign:jjurisdictions. : ~An.employee-of : the Depart-
ment:shall not: filedn any foreigh. ] urisdiction any:patent application
relatidg:to;an:invention made w:ttfnn the general:¢cope of his govern-
mental-duties unless the Soliditor. has waived: in: writing . the requlre-
ment that foreign tights be assigned to-the United States. =

- §:6.6 Rights:an' inwentions: made on or: aftér January 23, 1 950 (a)
The rules prescribed.in this section shall be applied in determmmg the
respective rights -of the Government and: of an employee of the. De-
partrgent-in’ and to any-invention made by the.employee:on or after
Jenuary 23, 1950.

b)) Except ‘as indicated -in the. -succeeding subparegraphe of
thls paragraph; the - Governiment: -shall - obtain' the :entire domestic
right, title, and intefest in #nd to any invention made by an employee
of the Department (i):during working hours, or (i) with a contribution
by:-the: Government: of «facilities;: eqmpment <materials,: Tunds, - or
information; or of timé:or services of other: Government' employees on
official- duty, or- (iii). which  bears- a: direct: relation to or is made i
donsequence of the official duties.of the inventor: ST TS
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(2) In’ a,ny .cage where' the’ eontribution ‘of the Government as
meesured by any one or more of the: -criteria set forth in subparagra,ph
(1) of this paragraph, to the invention'is insufficient equitably to
justify s requirement of assighment to the Government of the entire
domestic'right, title, and interest in‘and to such invention, or in any
case where" the ‘Government' has’ insiufficient interest in an invention
to obtain the entire domesticright, title; andinterest therein (although
the Government could obtain sarne: ‘undet gubparagraph (1) above),
the Solicitor; subject to the approval of the Charrman, shall leave t1t1e
t0 such irivetion - the employee, subject, however; to the reservation
to the Government of ‘a nonexeclusive;- 1rrevoeab1e, royaity-free license
in the invention with power to'grant licenses for all'governmental
purposes;’ sueh reservation; in“the ‘terms: thereof, ‘to appear, where
practicable; in- dny: patent domestlo or forelgn Whlch may 1ssue on
such-invention. -+ o

+(3)In applying the prowsmne of"subperagraphs (1) and (2) a.bove
to the facts and circumstances rélating to the making: of any particular
invention, it shall be presumad “that ‘any invention made by an
emnployee who' i8:employed ‘or:assigned: (i) ‘t0' Invent or improve: or
perfact any att;‘machine; manifacture, or composition of matter, or
(i) to oonduot or perform tesearch;: development work, or both ‘or
(iiY) to supervise, direct; coordmate ‘or Teview: Government ﬁnanoed
or conducted researohf, evelopment worl, ‘or<both; or (iv) to actiin
& liaison capacity among governmental or' nongovernmentel agencies
or_individuals engaged in such work, falls within the provisions of
subparagraph (1) above, and it'shall be presumed that any invention
made by any “other employee falls within the provisions of subpara-
graph (2) above. Tither presumptlon may be rebutted by thelacts
or- circumstances attendant sipon+ the ‘eonditions under. which any
particilar invention'is made and, notwrthstandmg the foregoing, shall
not preclude wdetermination that the i 'nt1on “falls w1thm the prow—
sions of subparigraph (4) next below: :

(4) In any case wherein:the Government ne1ther (1) obtams the
entire domiestio right; title; and intérest in’and to an invertion pursuant
to the provisions of subparagreph (1) abdve, nor (i) Teserves & Tlont
exeluswe irrevocable, royalty-free license in thie mventlon with' power
o grant Ticenses for- all- governmental PUrposes; pursuant to' the
provisions  of ‘stibparagraph "(2) ‘above, the:Solicitor; subject torthe
approval -ofthe ‘Chairman, shall’ leave the entire rlght title,- e,nd
mterest inand to the invenition in: the: employee ‘gubject to law: -

(o) ‘Tni'thes event ‘that the Soliertor 'determines, pursuant to sub—
_paraaraph (2) or subparagraph (4)°6f paragiaph (bY of this section,
that title to an invention will be left with an employee, the Solicitor
shall; Sub]ect to-considerations ‘of national : ‘security, or ‘public-health
sa.fety, ot welfare, Teport to the Chairman; “promptly upon making
such determmatlon the fo]lowmg mforma,tlon conoermnw the mven~

1 "nt detaﬂ o perm1t

a satlsfactory review riy ‘ )
7 (2)'naime of inventor arid Hi em_loymen st&tus and ¢ Lo
3) statement of _the Soholtors determ ‘atmn and rea,sons

] Tié : AN
The TepoOrt i a ‘tage: fallmg Wlthm the provrswns of subparagraph (2)
of paragiaph (b) shall be: made after theexpiration of the period
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prescribed. in-section 6.7 for.the taking: of an’ appeal, or it may be
made prior to the expiration of such period if the employee acquiesces
in' the Solicitor’s’ determination. . The - Chairman theteupon. will
review the:determination of:the Solicitor; and his decision respecting
the matter shall be final;.subject. to: the rwht of the inventor to submit
to the Chairman, W1th11’1 30 days-(or. such longer period: as the Chair-
man Mmay, for goed causé, fix-in any.-case) after recelving notice of
such: decision; & petition for- the reconsideration of -the .decision if
it gives to the Governmient greater rights than the Selicitor’s deter-
mination. A copy-of any such’ petltlon must.‘also be filed by the
mventor with the Solicitor within the prescribed. perlod

- § 6.7 Appeal by .employee. : (a) Any employee who,is: aggrleved by
a. determination of - the - Solicitor pursuant o subparagraph. (1) or
subparagraph (2) of paragraph (b) of section 6.6 may-obtaln a review
of the determination by filing, within 30 days (or such_longer period
as: the Chairman may, for good cause; fix in'any case) sfter receiving
notice of such determination, a written appeal W1th the Chalrman a,nd
a:copy of the appeal with the Solicitor.. . .-

(b) In the event of the filing of an appeal. pursuant to ‘this sectmn
the Solicitor shall,-subject to considerations.of mational security,. or
public health; safety, or. welfare, furnish the:Chairman. in writing,
promptly upon the ﬁhng of the. appeal, - the followmg mformatlon
concerning the -invention involved in-the appeal: -

(1) descrlpmon of the mventmn in sufﬁczent deta:l to perl‘mt
oo a satisfactory review; i -
ceite (2) name of the mventror and h1s employment etatus, meludmg
- -a detailed statement of his official dutles and - respon31b1ht1es
.."at the time of: maklnv the invention; and -
;oo o (3) detailed . statement of  the. nature oi the dlspute or ¢on-
troversy, together with. copies of the Solicitor’s determination, of
- -any briefs or written arguments that may have been filed, of any
statements or other evidence that may have been. con51dered by
the Solicitor, and of other relevant:material. )

(c} The decision of the Ohanfman upon a,ny appeal taken pursuant
to this section shall be final..:

+-§6.8 :Domestic. patent protectwn (a) The boheltor, upon determm-
1ng that an invention coming within . the. scope of subparagraph. (1) or
subparagraph (2) of paragraph .(b) of seetion. 6.6 has been made, shall
thersupon determine whether patent. proteetlon will be sought 1n the
United States by the Department; for such invention. A. controversy
over the.respective.rights.of the Government and of the inventor in
any case shall not delay the. taking of the actions provided forin this
section. .In cases: coming Jyithin - the scope of subparagraph:(2). of
paragraph (b) of section 6.6, action, by -the Department looking
toward such patent. protectmn sha,ll be contmgent upon: the. consent

of the inventor: .- :
" (b) Where there is a d1spute as to Whether subparagra,ph (1) or
subparagraph (2) :of paragraph (b) of section: 6.6 applies-in determm-
ing the respective rlghts of the Government and of an.employee in
and to any invention, the ‘Solicitor: will- determine whether: patent
protection will be sought in the United States pending the Chairman’s
decision on the dispute, and, if he determines that an.application
for patent should be. ﬁled ‘he will: take: such rights as are specified in
subparagraph (2) :of paragra,ph (b) of section 6.6, but this shall be
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without prejudice:ito: sequiring *the: rlghts :apedified -in subpara,gra,ph
(1) of that paragraph should: the Chafrthan so:decide. -

(c) ' Where the Solicitor has determined to leave title to an invention
with an employee under subparagraph:(2) of paragraph (b) of section
6.6;.the Solicitor will, upon the filing of an application for patent and
pendlng review of the determination bithe Chairman; take the rights
specified-in sthat subparagraph; withoit prejudice 1o the subsequent
acéquisition by the Government of the rights:epecified in subparagraph
(1) of paragraph (b) of section 6.6 should the Chairman so deoliT

- (d)+ In'theievent that:patent protectionisisought by the Department
foran invention made by:a Government. emp10yee the Solicitor shall,
sub]ect to considerations of national:security, or public: health, safety,‘
or:welfare; report: to:the- Chairman, promptly :upon: the: ﬁllng oflan
apphcatlon for: patent the foﬂowmg 1nforma,t10n concernlng the

1nvent10n 5 :

- €1 5br1ef descrlptlon of the: mventm Prade el

) ‘name-of theinventor and his employment status and .
(8) serial number; tltle of 1nvent10n and- date on whlch the
iotgpphieation wag filed, - 1 g

) In ‘the event that the. Sol1c1tor determmes th&t. an: appllca,t.mn
for patent will not be filed on‘an invention made under the' circum=
stanees specified in subparagraph (1):of ‘paragraph (b) of section 6:6,
giving-the United States the right to’title thereto, the Solicitor shall,
subject to: considerations:of national securify, or publlc health, safety,=
or " welfare, reportto: the -Chairman, promptlyapon makmg such
determmatlon the following 1nformat1on concerning the invention:: .

s (1) descrlptlon of: the mventlon i uﬁiclent. detml to- perm1t a
' gatisfastory Teview;: i '
(2) name ofthe 1nventor &nd ‘his employment status a,nd
(8)statement of the Sohcltor 8 determmatmn and Teasons
therefor: i+
'I‘he Chairman may, if | he determmes tha ..the 1nterest of the Govern-
mignt g0 requires and subject to con31derat10ns of: national security,
or-publicihealth; saféty, or~welfare,;cause an application for patént
tﬁ be ffiled or cause’ the 1nvent10n to be fully dlsclosed by pubhoatmn
thereo! T

H Whenever a patent heree,fter issues ‘on an’ invention: made by
an employee-of the Department in respegt:to which the Government
has -any: right;: title; or dinterest, - including a license, in: and to the
invention, :the- ‘Solicitor- :ghall;: promptly upon t.he 1ssuance of the
patent furmeh 10 the Chairman - \ o R
(1) an-abstract of the: 1nvent10n
(2) mame of-the inventor and
(3)y-a' copy-of the patent;and: : '
s (4) sstatement of :the nature and: extent of the rlght tltle or

* interest of the: Government in'the invention.-

§ 6.9 Foreign: patént proteciton. i (a): Immedlately upon the ﬁlmg
of an:‘application for United: States:patent and recéiving: from:the
Commissioner: of Patents the’serial number ‘of such: application -on
an invéntion-imr:and-to which.the ‘Governmernt; as represented by the
Secretary, has ohta,med title or the right to file forelgn patent applica+
tiohs thereom; ot holds an option-totebtain: such right, the Solicitor
shall; in- atcordancé with the procedure prescribed by the Chairman;
ascertain whether the United-States will-séek foreign patent proteotlon

employment sta,tus




36, PATENT:PRACTICES OF:THE .DEPARTMENT:OF THE: sINTERIOR:

for such invention, and; if so, in what, foreign jurisdictions'such patent
protection will be. sought When ‘the: foreign patent. rights in an
invention made by a Department employee have not-been assigned
to the Government but the Government may, atits:-option or on re-
quest, acquire such rights, and-a- decision is-made that the Govern-
ment will not-seek-a foreign: patent. in any particular foreign country,,
the inveritor may apply for patent: in such country, subject to.a hon-
exclusive, - irrevocable,- roya,lty—free hcense to the Government for;
governmental PUTPOSES. =G

§ 6.10. Publication and. publw use of mvsntwn before ;patent applz—
cation s filed. - (a) Publication or public: use of an-invention: consti-
tutes a statutory- bar-to the granting .of a patent for the invention.
unless a:patent a phcataon is:tiled within one year of the.date;of such.
publication or public use. In order to preserve rights in unpatented.
inventions, it shall be the duty of the inventor, or of his supérvisor
if the inventor is not available-to make such report .to report forth-
with to the Solicitor-anyipublication: or use (other than experimental)
- oftan Invention,:irrespectiveof:;whether an. invention. report has
previously been filed. If an invention report: has-not: been: filed,
such a report, ‘including information conerning. the: public--use or
publication, shall be filed at once. - If-an invention is disclosed to: any
person who is not emaployed by the Department or working in coopera-:
tion with the Department: upon: that invention; a record shall be Jkept:
of the date.and éxtent of the:disclosure, the name.and:address of tge
person. 0 Whom the dlsclosure Was: mede and the purpose of the.
dlsclosure s SR .

. (b)-No . desorlptlon spemﬁcatlon, plan or. dra.wmg of any un-
petented invention upon which a patent application 1s likely: to be
filed shall be published, nor:shall any: written description; specifica-
tion; plan, or grawmg of.such invention be furnished to: anyone other
than an employee of the Department or a person working in:coopera-
tion with the Department upon. that invention, unless:the. Solicitor is
of the-opinion: that:the irterests of the Government will:not be prej-.
udiced by such aétion. - I -any-publication . disclosing the invention,
not previously approved by ‘the! Solicitor, comes: to- the attention:of
the inventor or his supervisor, it shall be the duty of such person to
report such-publication to-the "Solicitor. - s

§-6.11 Publicity conecerning:the moentwn aftar pa,tent applwatwn 18
filed. - T order that the public may: obtain the greatest possible benefit.
from inventions in :which the -Secretary. -has -transferable interests;
inventions assigned to the Secretary upon. which ipatent: epphcatlons;
have been filed shall be publicized as widely as possible, within limita~
tions of authority; by ‘the-Department; by: thel originating ‘agency,
by the division in which the inventor is employed, an(% by the inventor
himself in his contacts with industries in which the invention is.or may
be useful. Regular organs: of spublication :shall ‘be utilized - to: the
greatest extent possible:;In addition,.it shall be:the duty ofthe
Solciter, upon being: advised:ofitheissuancs of ‘any patent asmgned to-
the Seoretery, to take steps towards listing the patent, in: the register:
in!.the Patent: Ofﬁce estabhshed or that:; purpose-' as: a,vaﬂable for:
hcensmg iyl i Ty "

+§6.12 Oondmon of employment Hay The regulatwns An: thls
sub art; ‘as were those-of: Depertmentel Orders: Nos, 1763 (7: BiR::
10161) and 1871 (8:F.R: :12523); as amended (10 F.R. 9722); shall
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be & ‘condition:of :employment of all'employees of:the Department
and shall be effective as to all inventions' made during any -period of
employment since November 17, 1042, except that the provisions
relating to foreign patent rights &nd forergn patent applications shall
not apply: to inventions ‘which; prior to the-effective: date of .these
regulations, ‘have been reported to ‘the - Solicitor and upon - which
foreign patent applications: already have:been:filed ‘in ‘accordance
with the provisions of Orders*Nos. 1763 and 1871.: 'These regulations
shall’ be effective without regard to any existing -or future contracts
to the contrary entered into by any employee of the Depertment w1th=
any person other‘thari:the Government, $

“(b) I a patent application is filed upon an. 1nvent10n Whleh hee
been made by an employee of the Department under circumstances
that entitle the ‘Government to the entire domestic right, title;: and
interest in and to'the invention; but which:has not been reported to
the Solicitor pursua.nt to the reguls,’mons in" this subpart, title to such
invention shall immediately: ivest in the Government, as represented
by the Secretary, and the contra.ot of employment sha,ll be eonsrdered
an ass1gnment of sueh rlghts o

: OSCAR L OHAPMAN
Secretary of the Intemor

June 21 1951

(Issued under 5 USO 1946 ‘ed.; dec." 22 séc. el Reorga.mza,tlon Plan No 3 of
- 1950 15 F R 3174 Executwe Order 10096 15 F.R/ 391)

Arpenpix B

OOOPERATIVE AGREEMENTS OLAUSES

BURE -*LU OF MINES

A The Government retams “all r1ghts AR A '
(1) "The Government hereby notifies the Oooperator that em-
loyees of the Department of the Interior and of the Biireau of
) lees assigned to any work under this agreement, whether on
" Jeave or not, are subject to the patent’ regu%atlons of the Depart-
““ment of the Tuterior (43 CTR, subtitle A; pt.6; 16 F.R. 6181, as
“Tamended) relating to inventions ‘of employees of the Department
* of the Interior; that said regiilations, among other things, require
“such employees to asgign to the Government all’domestic rights
" to any invention made by them within ‘the general scopeof their
governmental duties, and that these dutigsinclude duties to which

_they may be asmgned under this agreerment.

“4(2)  The Cooperator shall and does héreby transfer and assign
+-t0 the United States of America, as' represented by the Secretary
_of the Interior, any invention or interest therein which it has or
may acquire, arising out of arny joint projects upon which, the
two partics heréto shall agree to ‘work cooperatively; and, upon
request, shall make, execute, and deliver to the Umted States’of
America, as represented by the Seeretary of the Interior, other
suitable docurnents to évidence, préserve and record this assign-
ment; and shall require each of its employees, agents,. officers, or
students Who ere esmgned to or engage'in any oooperatwe work_
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‘+wrunder the agreement;: to sigh: an agreement. in ‘writing, a signed
- duplicate of which’ shall-be delivered to the- Bureau, which shall
. contain the following clause: “Any invention of mine or in- which
i+ I'have ahy interest, arising out of ‘the ‘cooperative work under,
;. an assignment; between the Umted States of America and.. . __
-0 (name of cooperator),-dated . . Z—inco--_; shdll-be.and is hereby-
transferred and assigned. by mé.to the Umted States of Amerlea,r
~-as represented by the:Secretary of the Interior.””

B -If the Clooperatoris a private Industrial or: commerelal orgamze-_
tlon and wishes cross-licensing: rights. the following is used,: with the
approva,l of the Solicitor, Department of the Interior:, . - :
e (1): The - Govérnment - hereby - notifies:: the Cooperator that

employees of: the Department of the Tnterior and of ‘the Bureau
~+.. of Mines-assigned to any work under this agreement, whether on
-+ leave or not, are subject to the patent:regulations of the Depart-
. ment of the Interior (43 CER, subtitle A, pt. 6;-16 F.R.. 6181, as.
v -amended)-relating to. inventions of: employees of the Department .

- of the Interior; that said regulations; among other things, require

guch employees to assign to the Govemment all domestic. rights
to any invention made by them within the general scope of their

-governmental - duties; and that these duties 1nclude duties to

which they may be ass1gned under this agreement, -
. -(2) Bach party grants to the other party the rwht to manu—

" facture and .use by and. for. ltself without the payment of any

royalties, any invention made in the course of the cooperative
work herein provided for. ~This right to manufacture and use
“shall be deemed to include the r1ght to sell the resulting products
of such manufacture and use.” "~
(3) The Cooperator agrees to grant nonexclusive and non-
discriminatory” ]I.lcenses under its/pateént’rights’ in any invention
made by its employees in the course of the cooperative work
herein provided for, to any person; upon the payment of a reason-
able royalty, who may request such a license unless the parties
.- .. hereto agree upon.such other arrangements a8 should be deemed
... . more advantageous to the public interest.. - .
. (4) Any assignments or conveyance of any rl%hts to any inven-
tion or the resulting patent by either party shall be made subject

. %o the conditions of this agreement and each party on request
... shall make, -execute;. and deliver to.the other party, suitable

- documents. to ev1denee and preserve. its rights.. The Coopérator
...will: assign. to work on_the operations covered by this agreement
... only. employees,. officers and agents.who execute suitable agree-

. ments t0 make the bhga,tlons efl"ectwe Lt

FISH. AND WILDLIFE SERVICE. CONDITIONS FOR A COOPERATIVE SCREEN-
ING AND DEVELOPMENT PROGRA.M FOR PLANT PROTECTION CHEMICATS

. Ohemlcals will by s'elected by | Déw’ Chemwal Co and Submitted
‘to the Denver Wildlife Research Center, Bureau of Sport Fisheries
and Wildlife, at Denver, Colo,, for test as candidate compounds 0
il a resea.reh need in the anlmal damage field. -

2. Ohemlcal sa,mples 1mt1ally will: ‘be” 1dent1ﬁed only by “code
numbers
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unideritified and will not be referred. to spe(',lﬁcally in pubilcatlons of
the Bureau of Sport Fisheries and Wildlife.

4.-Chémicals ‘that'in tests at Denver indicate s1gmﬁca,nt pra.etleal
act1v1ty will be idenitified by chemica} strueture by Dow on 2 confi-
dential basis s0 as to expedite résearch and development work. - The
Wildlifé Research Center will use its best efforts to keep confidential
structural, physical, and chemical - characteristics: referred-to it by
Dow- Chem_lcal Co.; it such 1nformat10n is not in the Center’s posses-
sion prior to the recelpt of thesaniple; is not then and does not become
part of the public knowledge or literature and is not: thereafter re-
ceived from a third party without binder of secrecy.: The-Center
will make t1mely reportsion all laboratory: and field tests to- Deow which
will ‘inelude cop1es of omgmal test forms as Well as summa,rles and
'comments R st

~5. Publication of reSUJts on chemlce,ls havmg 51gn1ﬁcant pmc‘meal
aotwﬂ: for a designated problem will be withheld. by mutual-agree-
ment for as long as 3 years after-the first written report following
preliminary screening tests disclosing this activity.

6. Results of the tests and reports will be furnished Dow Chemical
Co. Such results and reports shall not be used by Dow in a manner
as to imply any endorsement of any product by the Bureau of Sport
Fisheries and’ Wﬂdhfe Us. Department of the Intenor or the U.S.
(Government,

7. All' compounds: will:be handled as highly toxic materials until
proyven otherwise. It is agreed that Dow Chemijcal Co, shall in no
manner whatsoever be liable for i injuties or damage resulting from the
Wildlifs' Research Oenters testmg actwmes pursuant to th1s agree-
ment ‘

8. During the period of 1&boratory ‘atid ﬁeld experlmentatlon and
the publication of results, the supplier of the compound will not be
diselosed to persons outside of the two organizations (i.e., identified
with -the code. demgnatlon of the chemlcal) mless by ertten mutual
consent.. .. -

9:::(a) Where Dow furmshee B compound for sereenmg W1thout any
prior knowledge of its probable effect #s related to the intended
purpose, then the employee of the Bureau who demonstrates. such
properties shall be considered the mventor of the method Or process
employing said compounds.:

(6) When Dow supplies a_ chemlea,l based on mformatlon in. its
‘possession, indicates the probable “utility of the compound for the
intended purpose, and suggests that certain tests be conducted, and
the evaluation tests of the Bureau demonstrate such utlhty, the
employee of Dow who suggested the chemical shall be conmdered the
inventor of the method employing said chemical,

{(e) Where, however, an employee of the Burean determines critical
conditions necessary for effective usé of the ‘compound, or formulates
2 novel composition of matter incorporating said compound then the
Bureau employee shall be either the sole inventor, or a joint inventor,
together. with an employee of Dow. Cherical Co. depending on. the
particular factual situation. - T no case, however can an employee :
of the Bureau be considered the 1nventor of .the eompound supphied.

(d) The U.S. Government and Dow Chemical Co. agree to give
each other a nonexclusive, nontransferable, royalty-free license to
practice any invention made pursuant to (a) and {(b), or (¢) above.
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te 104:Ins: the ~event - Dow-: Chemical Co. eleets not ‘to. manufacture
and/or sell & product deemed practical andeffective; and if there is
‘demonstrated need: for: stich a product; Dow will. make available for
license orsublicense orhave licensed or sublicensed. on a royalty paying
basis another firm aceeptable: to-Dow to manufacture for this purpose
and will provide pertinent information currently.available to expedite
manufacture and salé:of:the material. - In the.event the product does
not-become .available through any of these-sources, thie Government
shall-have: the right on a royalty-free basis to. manufacture such
chemical; or::contract: for its: manufacture by prwa,te supphere solely
'for GOVErBIMentUSe. - . il Griiiiw o il
11, No Member of o1 Delegate to Oongress .or. Remdent Comm1s-
sioner; shall-be admitted to any share or part «ofs this ‘agreement, or £o
any benefit that may arise therefrom; but this provision shall not be
construed:to extend to: thlS agreement 1f made W1th 8. corpora,tlon for
»1ts genera.l beneﬁt T co b ,

‘APPENDIX F ot o
: o0 May 7, 1962.
PATENT REQUIREME’\TTS oF THE CoAL "RESEARCH Act, SAniNe
' Water ConversIoN Acr, anp Herium ACT Lo

PATEVTS .A.ND COPYRIGHTS—-—‘COAL -‘RESEARCH PROGRAM /

_ Sectlon i of the Coal Research Act, of uly 7 1960 (74 Stat. 337,
,30 U.S.C. 686), requires that. patents.on mventlons resultmg from
Government-financed research and’ development work under the act

;be &V&ll&ble to; the general pubhc Wlthout royalty.or other restrlctlon

13 :'W;_TBR'PROGRAM

f-::-Sectmn 41) of the Baline "Water Conversmn Act :of September 22
1961 (75 Stat. 628, 42 U.S.C. 1954b), requires that patents on: inven-
tions resulting: from-Government-finaniced Tesearch and development
swork under the act be evaﬂable to the generel pubhc W‘.tthout royalty
for other restrletmn j

PA'I‘ENTS AND COPYRIGHTS———HELIUM

Sectmn 4 of the Hehum Act Amendments ‘of' September 13 1960
(74 Stat. 920, 50 U.SC. 167b), requires’ that patents on mventlons
resulting from Government-financed résearch and development ‘work
under the act be evallable to the generel pubhe Wlthout royelty or
other restrietion, = - o L

A RESEA ,.H{PROGRAM B

Sectmn & af’ the Coal Research Act of July 7, 1960° (74" Stet 337
30 U.8.C. 666), requires the Secretary to take steps t0 assure’ that
‘background patents essential ‘to the practice ‘of patents or the use of
processes resulting from' reséarch and development’ contracts issued
under the act be eveﬂab]e o the’ general ‘public ot reesonable terms
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PATENTS AND COPYRIGHTS—“SALINE WA’I'ER PROGRAM

Sectlon 4b of the- Sehne Weter Conversmn Act of September 22
1961 (75 -Btat. 628, 42 U.5.C..1954b), requires; the Secretary to take
steps 10 desure: that ‘background patents essential to-the practice. of
‘patents or the use of processes rednlting from. research -and develop-
mment contracts qssued under the eet be e,Velleble to the generel pubhe
on: reasonable terms - : B dolrben .

PATENTS AND’CO YRIGHTS*“HELIUM

. 4.0 i he. Hellum I Amendments of September 13 1960
,(74 Stat..920,,50.U.8.C. 167b), requires the Secretary to. take steps
0 assure: that background patents, essentlel to the.practice of paients
‘or: the use. of processes, resulting. from :research and: development: con-
tracts issued under the act be available ‘to. the. general public. on

reasonable terms,

DEPARTMDNT OF THE INTERIOR
OFFICE"0OF THE' SOLICITOR, 5
Washington; D.C

uted” under Selme Wa,ter
Development ‘Aet and

“Rescarch and’ development coniracts &re 1 resently belng negotmted
pursuant to-guthority. in the Saline Water gonversmn Act! and Coal
Research and Development Act.? ' A major issue in the negotiations
has been the disposition of patent rights resulting from Government-
financed research and. of patent rights ‘indépendently acquired” by
‘contractors and essential to the practice of processes to produce fresh
water from: the sea and’ fo convert coal to gasoline.  Some potential
‘contractors under thése acts have.investments in rior résearch®
7 On July 95,1961, by memoranduin entitléd ‘“Department Patent
Policy on’ Inventlone Made During Work Performed Under Research
‘and Development, Contracts;”’ and directed to the heads of buresus
and . offices ‘of ‘the Department of ‘the Inferior, I stated that it was
‘“the. general policy of the Department of ‘the Tnterior to take title to
any invention made by a contractor, except where it would be inequi-
table for the Department to take tltle bécause of substantial mde—
pendent contributions made to the invention by the contractor.”
With respect to research conducted tunder the three acts in the title
of ‘this memorandum I stated that ‘‘the contractor is also required
to grant licenses to the public at reasonable royalties.” The memo-
rer]tldum of July 25 set no pohcy Wlth regerd to background Ppatent
rlg tes o
< Subsequently the: Sehne “Wati
1961 was enacted. Tts legislat
© Ach, of Sept. 22, 1961, 76 Stat, 628, 42 T7.8,C. 19
v Act of July 7, 1080, 74 Stat. 436, 30 U.8.C. G616

3 In the discussion which follows the term. “foraground’ pa,fents” refers to patents resultmg from Govem
ment-financed research and “background patents " to those acquired and owned by the contractor. -

Conversion Act ofSeptember 22

@ history clearly mdwetes that Con-
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gress intended that patents resultmg from. Government-financed re-
search be available without royalty or other restriction to the general
public.- - Because the. language.of the patent provision in the act is
nearly” identical ‘to the patent. provisions ‘in-the Coal. Research and
Helium Gas:Acts; I have in this opinion'not-only considered:the effect
of thie subsequent passagerof ;thé Saline Water Act-on the validity of
thie: July 25 memorandund, ‘but have also reexamined in greater depth
my position on the two earher acts.* These studies'of the three acts,
their legislative histories, and of Government patent practices have
led me to conclude that all researchoand development contracts made
under these acts must prewde that foreground patents be available
without cost to the public.’ T dlso-cohclude ‘that the law préclides
you from contragting ‘on' terms which do hot assure that’ background
patents, when nécessary t6°ithe ‘practice of any procegs wholly or
partly developed by reséarch fin ed under these &ets, be avallable
to the public on“teasonable’ tefms; v

. FOREGROUND PATENTS

Section 4b of the Salme Water Aet prowdes that

“All research within the United States contracted for, sponsored,
cosponsored or authorized under authority of this Act, shall be pro—
vided for in such manner that all information, uses, products pro-
cesses, patents, and other developments resultmg from such Tesearch
developed by Government expenditure will (with sich: exceptlons and
limitations, if any, as the Secretary may find to be necessaiy.in the
interest of hational defense) be available to the general public, - This
subsection shall not be construed as to deprive the owner of any ‘back-
ground Igetent rel&tmg thereto of such rlghts 88 he may have there-
under R
: Nea,rly 1dentlc&1 prowsmne are eontamed m t.he Ooal R & h and
'_Hehum Gas.Acts.® ~ L '

The decisive questior is the’ mea,nmg ‘of “avallable” as 1t relates o
“patents” resulting from ‘Govérnment-financed research. It has bsen
‘argiied that patents are available if they are available at a reasonable
royalty. Close examlna,tmn of the langue,ge of subsection 4(b) sét
out above indicates that * ‘Gvailable” “as “uged in relation to patents
means available uneondltlonally A petent is'a grant of the right to
exclude others from making, using; or selling the thing patented.” Tt
includes the exclusive right to Héefise others to malke, use, or vend it.8
‘This right is judicially endprcible by suit (1) to’ en_}om an mfrmge-
ment and (2) to recover damages by reason of infringément.? " These
remedies reflect the two major benéfits deriving from patent owner-
ship: the monopoly or exclusive right, and the right to a royalty or
financial compensation for use.of the patented item by others,

In essence, then, a patentis a right of exclusion with an anellla,ry
right to compensatlon for uge. Réetention ol this ancillary ‘right to
compensation by & contractor would mean that something less than
‘the ‘patent was being made available to the public.  Thus the full

"4 Phe three patent provisions are in parl maberia ‘as will be'discussed in more detail later:in- the OD)IllOIl
“Tnder the doctrines of Barl materla the meanmg of a Ea.ter sta,tute €ah govern t;ha construcﬁmn of an earlier
-statute In pari materia. : Séé note 37.infra. .

s Sec. 4b, act of Sept. 22 1961; 76 Stat, 628 i 'U' 8, C 1954b. B

474 Stat. 337 30 U.8.C. 666 74 Stat. 920 50 UB.C187h: 37 vy o pomsy

7 Patterson v. Kentucky, 97 U 8, 501, 24 1. Bd. 1115 (1897) R S

.8 Pamémc%ms V. Pammount—Richa;rda TIaeatrea (D el.),. 81 F. Bupp.:466, 472.

*3U N S P o
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petent would not: ectually be avalla,ble unless 1t were avallable with-
out restriction. SRS

‘If - Corigress hed meant to pI‘OVIde that merely the use of the
-petented Tnvention Was 0 ‘be available to the ‘public, it rieed not
have used the word ‘‘patents” in the act.” The requirement that
“information, uses, produects;‘processes * * * u4nd other develop-
ments” be available’ would: have assured the’ avaﬂebmty of the use
of the patented invention. - By including the:word ‘“‘patents,” Con-
gress indicated its Intention that something more than the use of the
mven‘mon to-wit: the full patent, should be available: to the pubhe

From the legislative history it is apparent that'the words “patent”
and: ¢ aveﬂable swere not loosely used here to: effect an unintended
result,  An examination of prevailing pateni policies in the executive
bmnch of the legislative higtory of the acts, and of other stutifes in
pari materia indicates that Congress fully intended foreground patents
to be avalleble to the general pubhe mthout restrlctlon

) GOVERNMI]NT PATEN’I‘ POLICY

Any inguiry into ‘the meaning of the patent elauses of the Salme
Water, Coal Research, and Hehum Gas Acts must be set in the
context of overall Government patent policy 4s known to Congress
at the time it enacted those statutes. Congress ‘over the past 2
vears, has been conducting a major examination' of Government
npatent policy.  Bills were introduced in 1960 by Senator Joseph: C.
‘O’Mahoney (S. 3156 and S. 3550) and in 1961 By Senator Russell S.
Long (S. 1176) and Senator John L. McClellan (8, 1084} to establish
‘& uniform patent policy with regard to inventions arising out of work
financed by the Federal Governmerit. The hearings and studies of
the Subcoinmitiee on Patents, Trademarks, and Copyrights of the
Senate Committes on the Judmlaly ‘have 1evealed that theré are
many different patent policies followed by the various oovernmental
,departments and agencies.!? -

‘As stated by Senator Long on'the Senate ﬂoor Ma} 3, "1660;

“There iz no one (Government patent pohcy Various Federal
agencies and departments have sharply varying policies with regard
‘to taking title to patentable inventions made under research and
development contracts with private organizations. The law 1equ1res
‘that the Government take title to all inventions resulting from
Government-financed research, as in the case of the Atomic Knergy
Clommissicen, National Aeronautics and Space Administration, and
“the Department of Agriculture. Congress created this pohcy by
statute. Other policies go to the extreme of automatmally giving
away all commercial rights to the firm doing research, as in the case
of the Department of Defense the Post Office Department ‘and the
National Science Foundation, This type of policy has been adopted
wherever administrative discretion was permuatted.” ™t -

The patent policies followed by the Department of Defense and
the Post Office Department are not prescribed by statute.. The
National Science Foundation, however, operates’ under a statute

10 8ep the preliminary reports of the Subcommittes on Patents, Trademarks end Copynghts of the
‘Committes on the Judiciary, U.8, Senate, 85th Cong., 2d sess, pursua,n to £, Res. 2 236, 86th Cong., 1st
sess., pursuant to 8, Res. 53, 86th Cong., 2d’ 8E8S,, pursuaut to 8. Res. 240, and 87tk Cong, 13t gess., puUrsnant
1o 8. Res. 66 and hearings "of the suheommxttee 86th Cong., 24 sess., purstant to 8, Hes, 240 {1960), and
#7th Cong., 1st gess., pursuant to S, Res. &5 (1961)

1106 CongressmnaJ Record 9216,
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requiring that each research contract-““contain provisions governing
the disposition of inventions produced thereunder in a manner
calculated to: protect the public interest and the equities of the
individual or organization with which the contract or other arrange-
ment is executed. *-* *’'1%

The Atomic Energy Act and the Space Act have sections which
provide that the Government shall take title to patents on inventions
arising from Government contract research. The agency may waive
the Government’s claim to: the invention in such circumstances as
the agency deems appropriate ® or upon a determination “that the
interests of the United States will be served thereby.”’ ¢

The Departmerit-of Agriculture conducts a number of research
programs under various laws. A major program is. performed under
the Research and Marketing Act of 1946, which provides as follows
for the two areas-of research authorized by the act:

“Any contracts made pursuant to this authority shall contaln re-
quirements making the results of research and investigation available
to the public through dedication, assignment to the (fovernment, or
such other means as the Secretary shall determine.

* o * * Cw o #

T “Any contract made pursuant to this section shall contam require-
ments making the result of such research and investigation available
to the public by such means as the Secretary of Agnoulture shell
determine.” 5
These provisions are mterpreted as requn'mg a worldwide assign-
ment to the Government of the patent rights to inventions arising
‘out of contract research.® Other research is performed by State agri-
cultural experiment stations, financed in part by Federal funds under
the Hatch Act)” As the Hatch Act contains no patent policy re-
quirements, the Department allows disposition of proprietary rights
in accordance with State law or policy. =
The Veterans’ Administration is governed in its research in the field
of prosthetic devices by a statute providing that “the Administrator
may make available to any person the results of his research.” *
{Emphasis supplied. 1
" "Pursuant to this prowsmn gometimes the Government takes tltle
‘sometimes the contractor. In the latter situation it is provided that
the contractor must give a royalty-free license to anyone designated
by the Veterans’ Administration. In recent testimony, representa-
tives of the Veterans’ Administration indicated that no one had
ever received a royalty on a patent growing out of one of their con-
tracts, so that there had been no occasion to order a company to issue
a royalty-free license. In one instance the VA has executed a contract
which allowed the contractor to retain title with a royalty-free license
‘to the Government and no restrictions on licensing to the publc.'®
12 64 Btat, 154, 42 U.8.C. 1871
.. 1360 Stat. 768, 68 Stat. 944, 42'[_1' g, C 2182,
o 173 Btat, 4:36 42 U.8.C. 2457, S
1 60 Stat. 1084 7U.8.C. 4273(&) 60 Stat 1090 7 U.8.C. 1624,
‘18 Hegrings 87¢h Cong., 1st sess., hote 19, s!lpz‘a pt. 2, D 323 statement of W, D Maclay, Assistant
. Admimstrator Agncultuz'al Research Service (1961).
17 24 Stat. 440, 69 Stat, 671, 7 U.8.C. 861, ef seq.
1872 Atat. 1116, 38 U.S.C. 416,
1 Fearinigs before the Subcommittee on’ Patents, Trademarks, and Cepyrights of the Gomrmttee on the

:{udieiary U.8.- Sena,te, on §. 3166 and 8. 3550, 86th Cong., 2d sess., pp. 106—121 and exhibit No. 6 thereto
1960), . s
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- +‘The-Department-of Health,-Education, and Welfare is governed by
no statutory provisions on patent policy. = It-has generally, though,
followed -a- policy of taking title to patents arising. from Government-
financed :research with:two exceptions. - Grants to or contracts with
nonprofit institutions allow the institutions to retain patent rights so.
long ds they are made available to the public:without unreasonable
restrictions or excessive royalties. In .cancer chemotherapy industrial
regearch. contracts however; provision has been:made to leave title
with :the . contractors. becauge contractors -elaimed- s strong back-
ground position and demanded title as a price of their participation.
The Government retaing march-in rights in the event that the con-
tractor does not make the invention available in adequate quantities
at & reasonable price; Partly as a result of the Department’s patent
title difficulties:in cancer chemotherapy, in 1960 it was trying to
avoid research contracts and use only grants in the future.® o

It would appear that: (except for the National Science Foundation)
Government patent policy has fallen loosely into & patiern related to
the function -of the .regearch. -The research.and . development pro-
grams:of the Defense. .and. Post.-Office. Departments are. aimed at
procurement.. of - improved - hardware or development of improved
processes: for-‘use by the Government itself. .'The contractors. are
allowed to take title.to patents:with..s royalty-free:-license o, the
nated !States. .« v oot Blan oo i 0 G il
»Insthe :ABC -and - NASA mixed situationg are presented. : Both are
concerned with procurement of hardware and deyvelopment of processes
incidental to the furtherance of governmental programs, e.g., atomic
‘military -development and military development of space.. Both-also
conduct reséarch.for; the general welfare of the public, e.z., medical
and-commercial uses of atomic energy, communicationssatellites, ete.
“Under - the:statutes: described: above, title. to patents.is.taken by .the
Government, but: this right- may be:waived. in certain circumstances,
-2 The :Départment. of : Agricuilture -conducts research for the purpose
ofbenefiting - the - sgricultural industry. - Under -the: Research and
Marketing Act, the Government must take title. to. patent rights, and
no provision is made for waiver of the Government’s interest.... . . .
- HEW has adopted a:-policy of retaining;iitle to patents in most. cases
in-the absence of any statutory direction.. The.purpose ofits research,
‘t00, is direct benefit to general public, with little.concern with procure-
ment:of invented items for: Government use: . The sameis generally
true:of VA ‘prosthetic device research,’ except that. the. applicable
statute provides -that the: Administrator: may -make.results of the
-research available to the public. '

The late Chairman of. the. Government Patents Board, Benjamin
B. Dowell, recognized that the agencies in which most inventions occur
have widely different interests in the use of such inventions and fall
into what he called the ‘‘procurement- group’ and the “publkic service
group,” .defined- respectively. ds follows: . (1) those concerned pri-
marily with the procurement of new and better items of material and
equipment for their own wuse * * * and (2).:those concerned “pri-
marily’ with the development of new items and.ideas that would
" Hearings, iote 190, siupra, st-pp. 62 avd 85; Patent Practices of the Department of Héalth, Education,

.and Waellare, Prelininary Report of the Subcommities on Patents, Trademarks, and Copyrights. of.the

Committes on the Tudiciary; U.8, Benate, 86th Cong., 15t sess. (19605; E
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advance the national economy and welfare which the may ‘dedicate
to the public forfrasmsge * . * *2 o a0 Ty

* -The major exponent of the license policy, the Defense Department,
recognizes the difference ‘getween: procurement research and-public
gervice regearch by providing that: “Likewisé, the Government may
obtain title in recognition of the overriding public interest in inven-
tions in fields relating ‘to:the health and safety of the public; if their
availability for public-use will not-depend-on patent incentives:”’ 2.

"Three administrators of patent policy from the Defense Department
commented recently in-an article.in the Federal Bar Journal # that:
“Tn fields vitally and immediately: affecting the: public welfare, such
as broadscale penicillin research, weather control,:-or water desalinifi-
cation, inventions may be made of such great importance that they
will be brought to the point of ready availability for public-use without
depending in any wiy on patent incentives.: Title in the Government
would be a recognition of this overriding public interest.”” = -

The general pattern found in a study of the policies followed by the
various departments and agencies of Government, is that in research
for procurement ‘of commodities or-processes for Government. use,
the title to ‘paténts is usually retained by the contractor, depending
oh special éircumstances which include adherence to historical atti-
tudes within' the particular department or agency. Where, however,
the research is for the purpose of developing inventions in furtherance
of the public welfare, the departments and agencies almost unanimously
provide that the patents must be made available to-the public-without
! yThéypurpose*of saline water research and coal research is to find
and perfect’ methods and techniques ‘in furthersnce of the public
welfare, 1.e., in the one caseto make provision for future anticipated
water shortages and in the other to develop markets for coal and
thereby reélieve depression - in- the coal-producing sections. of the
‘country.” “Even without an expression by Congress, therefore, these
programs,‘in the cofitext of general governmental policy, would seem
to require that the Government take title to patenis developed by the
research it finances. -~ = - : :

A study of the legislation and its history confirms that Congress
mindful of the policies-prevailing in the exécutive departments and
agencies and doubtless'cognizant of the dangers of permitting admin-
istrative discretion; provided-that patents developed by - federally
financed reséarch in the fields of saline water, coal, and helium are to
be made ‘available to the public without royalty or other restriction.

© LEGISLATIVE ‘HISTORY

-:Coal Research and Development Act T
. -The purpose of the Coal Research and Development Act of 1960
was stated by Representative Ken Hechler in House debate on the
bill, a& follows: - - - ST R T F o
At the present time over: 95 percent of our coal mines have no
facilities and little of no money for -coal research.:. Under H.R, 3375
the Secretary of the Interior would contract for and coordinate re-

71 Hearings before Stbeommittes No: 8, Committes on the Judloiary, Holise of Representatives, Mar. 3

and Apr. 25, 1958, p. 22, )
2 m};ned Hervices Procurement Regulations, sec. 9-107.1§
2 Vol, 21, No, 1, winter, 1061, p. b6.
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search: to/be done-mainly by iorganizations other than-the T.S. Bureau
of Mines, such as industrial trade associations, educational institu-
tlong; State~0pera,ted iregearch:facilities, and ‘other recognized Tesearch
groups. ' 'The public availability. of the. practical, coordinated, future
findings' of such resédrch organizations are very-impertant. to all of
us and to future generations in terms of the expended economm growth'
and defense of our eountiy.} . ...

A-similar bill had passed:; both: I—Ieuses ef Oongress in. 1959 but, hed
béen vetoed by President:Eisenhower because it established a separate
coal research agency outside the Department’ of the:Interior. ... The
vetoed bl]l eontemed the sifie petent provmmn ST the Dbill enaeted
in:1960.:

Senator - Robert Byrd of West Vlrglma one, of the authors of- the
Senete wversion (S.49) lof the vetoed bill, testlﬁed before the Subcom-
mittee on Minerals; Materials, and. Tuels of the Senate Committee
on Interior and Insuler Affairs-on June- 10,:1959;- and-explained the
patent provisionthus: ‘All .information reeultmg from. the contracts
and otherwise, including -patents; would ‘be-in-the public domain;?’ 2
~.The Senate report on'the-House version of thewvetoed bill, conteining
the same patent provision; stated: that “No research would be under-
taken' or conducted funless: the information: develeped therem Would
becoime: available to/the public/228..; - -

Both this report and-the: Tater- Houee end Senete reports on the
bill, ‘which was enacted:{in+1960; state: ¢ Since:much of the research
work carried on- by sueh - (lerge) :conikpanies.is.; for- the purpose.:of
gaining competitive advantages,-the technical: knowledge and. benefits
gained-from suel resedreh: activities-ordinarilydo-mot become: avail-
able ‘to-others as:they would ej conducted by-, G’oeemment egency L
[Emphems supplied:]:: s

+This legislative h],story of t.he Coal Reseerc sand.. Development Act
mdmates the cougressional-intent that: federally ! financed patents and,
_ research: mformetmn he; evellable to the pubh mthout payment of

, royaltles LR P : P
S "-Water Act
“The saline Wa,te ‘conversion program as first euthorlzed bv the

act, of Ju]y 3, 1952.% The ‘act, -among other things, empowered the
Secretary. to - conduet research and technical development work by
means, of contracts and grants. ‘No, provisions were made in this act
or in later amendments for d1sp051t10n of petents reeultmg from such
contracts and. grants.?® v :

- In. September of 1961, Oongress passed_e new sahne ‘water conver-
sion'act to expand and’ extend the program. The House passed its
version: of the act, H.R. 7916, without a petent provision on August
21, 1961. Dunng the debate preeedmg passage, Representative Chét
Hohﬁeld rajsed the patent question and was ‘answered by Represente—

;9106 (ongressional Record 2317; Feli. 15, 1060.; .. - :

.% Hearings before the Su'beom.mxttee an. Minerals, Materlals smd 'Fuels af the Oomtmttee on Intenor
and Thsular Affairs, U.8, Senate, on'S. 49 and CH 1362 g6th Ceng 1st sess., p..2

-2 8. Rept..No. 559, 86th Oong 15t gess., p. 2.

“'m 8 Rept. No. 559 ‘B6th Cong lst SESS.; p '8, H Rept No 1241 Sﬁth Oong 2d sess, b7, 8. Rept No

1494, 8Gth, Oong 2d sess 0
" 266 Stak. 3 08¢ ol ~i98

‘2 Actof J'llne, 29 1955, 69 Stat, 198, 42 U.8.C. 1952 1053, 1058; act, uf Sept. 2, 1968, 72 Stat. 17086, 42 10.8:0.
1958&—1958g The 1958 amendment did provide that results or infermation developed in connection with

Government—ﬁ.ueuced forelgn research “he ava;leble w:thout eost to the prog'ram in the Umted Btatey
herein authorized.” .
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tive Wayne Aspinall, chalrman of the House Interlor and Insulal
Affairs Committee: -« i .
i “Mr: Hotirrerp: *i%i% i I Want t6- ask the gentleman t]:us questlon

There will be s great deal of money spent on research and devélopment;:
icioggther Wlth the development of. machlnery and h&rdwa.re of dlﬁerent.
“Is it the 1ntent of the gentlema,n and hls omnnttee that Where.-.
moneys are spent for these types of hardware; machinery, and different
types of things which will be developed under this- program, this will
be made available to' thie people of the United Sta,tes Wlthout placmg.
upon them' patent royalties and: things like that? .

“Mr. AspINALL. As far as the particular bill is concerned now under
consideration; thit was not taken up, but‘the gentlemen from Cali-
fornia knows howT feel about that. : L.am wholeheartedly in support
of ‘that program.” We have: protected the public. wherever: pubhc.
money i§ spent;: and it'will ‘be -our purpose'to do.sohere.~ i+
: orrrrern. 1 hope: the gentleman “will- follow" along that;
phllosophy, because under the’ traditional patent policy rights-of the
people of the United States, he who has:research and development is
entitled to the patent- involved. In:this instance if the Government
of the United States pays for it, the people of the United States should
have it without regard to havmg to pay patent-royalties to individuals
'Who may be fortunate enough to get:-a Government contract.’: 0.

Representative ‘Aspinall later took part in the conference oom.tmt.tee
deliberations which produced the act in-its final form. . ° :

The day after H.R. 7916 passed:the House, the Senate Intenor a,nd,
Ingular Affairs Committee held a hearing on four bills also designed
to expand and extend the: saline water conversion program—-S. 2156,
S.22,8.100,and S. 109. The committee indefinitely postponed action
on the latter three bills'and acted on S. 2156. - Senator: Long of
Louistana appeared before the committée during the hearing and
proposed an amendment to 8. 2156 to include the patent provision
which the present act contains, After pointing out that the language
of his proposal was identical to the patent language.in S. 109, intro-
duced by Senator Clinton Anderson, he said, “If we are going to spend

arge amounts of Federal mone to develop something, I think it
should be available for the benefit of all the people rather than have
to pay very high royalty fees or even put a contractor in position so
that he could veto the rights of that to be used for the general pubhc,
by other contractors, or by other levels of government.”

Addressing Chairman Anderson, Senator Long said: “You were the
man who made the fight to retem in the Space Act the requirement
that NASA could not give away patent rights unless it found it to
be in the national interest to do so, - It is not as strict a provision as
you have authored as the cha1rmen of thls commlttee in other
respects.’’ ¥

Only if “available” means available without cost, does Sena,tor
Longs comment make sense.  The Space Act allows the NASA to
waive its xights in favor of the contractor. . The patént provision in
S. 109, authored by Senator Anderson as chairman of the Senate
Interlor and- Insula,r Aﬂ’alrs Commlttee requlred that patents be

# 107 Congressicnal Record 15470 Aug 21, 1951

31 Hearings before the Committec on Interior and Insu]ar Aﬁalrs, U8, Senata, B7th Cong Est sess., “on
8. 2156, 8. 22, 8. 100, and 8, 108, p. 43 (1961). )

I
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made “available’” to the‘public: - There was no provision for waiver
of Government rights. - This was identical to the patent clause finally
included in the act.

During debate on S. 2156 ‘after it came out of committee, Senetor

Grordon lott of Colorado questioned the wisdom of the patent provi-
sion, assuming that under its terms the Government would be required
to take title to all patents developed under Government Tesearch and
developrment contracts:
- “Tf we follow the emendment. Izterally, we create S 51tua,t10n in
which a company which has alréady devoted its best research talent
to the development of a process, after contracting with the Govern-
ment, finds that anything it develops beyond that belongs to the
Government for the use of the public, and it Would get no benefit
thérefrom.®

No one cont.radlcted h1s essump‘mon Sena,tor Allott was concerned
that it might be difficult to let contracts with such a strict patent
policy, Senator Alan Bible answered that the experience of NASA
indicated that this would not be a real problem. Seénator ¥rancis
Case said, though, that “the problem posed by the Senator from
Colorado 1s real. I hope, as he suggests, that the conferees Wﬂl give
consideration to_the problem when the bill is in conference.” No
change was made in the provision in conference although Senator
Allott was a member of the conference committee, Obviously pro-
ponents and opponents of section 4(b) of the Saline Water Act under-
stood it to require the unrestricted a,va,llebﬂlty of foreground patents
to the general public. .- -

On August 31, 1961, the Senate p&esed its version of the a¢t, amend-
ing H.R: 7916 by stnkmg out all after the enacting clause and insert-
ing in lieu thereof the text of S. 2156.% The bill was then sent to
conference committee, When the bill was reported out of conference
committee to the House with the patent policy provision inserted,
Representative Emilio Q. Daddario strongly opposed the provision
on the ground that it would force free licensing to the public of all
patents developed under Government contract: “(This legislation}
makes the invented concept not only ifree to the Government—which
is as it should be when the Government helps pay for the develop-
ment—but free to the general public as well,” ¥

The bill passed notwithstanding this objection. =

At no point during the debates in either House did any opponent or
proponent suggest that the patent provision would allow a contractor
to take title to a patent arising from (Government-financed research
and make it available to the pub%lc only upon the payment of a royalty.

The history of the Hehum Act Amendments of 1960 contains few
references to the patent prowsmn - Nomne appeer to be relevent to the
point at'issué here. -

Through the histories of both the Coal Reseaich Aet and the Saline
Water Act runs the continuing thread of understanding by all those
legislators who concerned themselves with the Government’s patent
policy that the results of Government-financed research would be
made available without cherge to the public. Where similar language
has been used in other statutes relating to Government resea,reh the1r
application has beeén consistent with this conclusion.-

2 107 Congressivnal Record 16616, Aug, 31, 1961,

8107 Congressional Record 16628, Aug. 31 1961,
4 107 Congressienal Record 18050, Sept. 13 1961,
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_STATUTES IN PARI; MA,TERIA

Stat.utes in péari materia are thode’ which relate to the same thmg
or which have a common purpose. Under.the pari materin rule it is
well established that, in the construction of & particular statute, or in
the interpretation of its provisions, all statutes having the same generai
purpose should be read together. Such related statutes may be con-
strued together #s though they constitute one law, governed by one
spirit .and policy. The legislative intention shoulf ‘be ascertained
from @ view of the whole system of which the statutes are theé parts,®

The three statiites under cons1demt10n here ‘are obviously n pari
ateria as .to their patent provisions. "All are concerned with
making the results of Government-fingnded research avmla,ble to the
publie: The similirity of these provisions was pointed up partlcula.rly
in the debate on the saline water conversion bill.% Thus the'legisla-
tive histories of the Coal Research Act and Saline Water Conversion
Aet. as detailed above are relevant to mterpretatmn of one another
and of the Helium Gas Act.¥

Two other acts authorizing contract research in the public i ter est
contain language rov1dmg for availability of the results of that
research to the public. ' As detailed earliér, the Agricultural ‘
and Marketing Aet requlres in one sectmn that the résults of certdin
research contracted for under its authority be made availabletd the
public “through dedication, assignment to the Government, or such
other means as the Secretary shall determine,” 8 and in’ another section
that results of other research be miade “available to the pubhc by such
means as the Secretary * * * shall determine,’” * '

"The ‘act ‘Wi passed in 1946, ° Tt has consmt,ently been mterpreted
by the Department of ‘Agriculture to require that the Tesults of ‘all
research under the act be made available without cost to the pubhc
Congress had been informed of this interpretation in 1960 and in
1961 when the Coal Research éand Saline Water Acts were adopted.2

The VA provision authorizing research on prosthetic devices uses
the word “available’ in a permissive rather than & mandatory sense.
Tt $ays that the “Administrator may make available to any person
the results of his research 4l While the VA does not always take
title to patents’ arising from its contract research, it does require those
contractors who retain title to issue royalty—free licenses to designees
of the VA.  Only one éxception has been made to this policy. ~ That
contract was inactive or terminated before 1960, and apparently no
royalties have been ‘charged on any patents drising from the contract.*

Thus two statutes in pari materia with the acts here under con-
sideration have been administered in such mannet that the results of
contract research have beer made av&ﬂable to the pubhc without

382 1.8, Statutes, Sec 363 P. 803 2Suther]aud Statutory Consf:ruction, sec,-520% (3d ed) Application
of Maurtin, 195 F, 2d 303 39 C.C.P.A. Patents 893; certioran demed T3 S Ot 24, 344 U.5. 824, 97L d 641;
‘Willapoint Oysters v. Ewmg, 174 T, 24 678, .

HB 107 Congressional Record 16608, 16617, Aug, 31 1961; 107 Congressional Record 18050, Sept, 13 1961,

8 U8, v, Freeman, 3 How. 5566, 11 L. Bd. 724 stafes: “If it ean ba gathered from a subsequent; staéutein
parl materia, what meanl.ng the- f,egxslature gttached to a former statute, they will amount fo o legislative
dec]aration of Its maanmg, and will govern the construction of the first statute,” See also Great Northern

R. Co. v, U.8, 628, O 529, 315U 3. 262, SEL ‘Ed. 838; Tigerv Western Inyestment 00,221 U.8. 285, 31 5.
Ch, 578, 55 1., g, 7ig , .

HE T R

0 Jee notes 11 and 16 supra, and Patent Practlces of the Departmeni‘. of Agriculture, 'PreliminarY Report
((>1f Qﬂ‘JS Subcommittee on Patents, Trademarks and Copyrights of the: U;8. Senate, 87th C lstsess

438 7.8.C, 218,
4 Hearings, supra, note 19, p. 117,
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_ royalty under provisions authorizing the head of the agency smlply to
make ' these results “‘available’” This is consistent with the con-
clusions reached here concerning the use of the same word in the

_ prov1510ns of the Ooa,l Resea,rch Sahne Water and Hehum Acts

PATENT TITLE

It. mlght be argued that 1_f Congress had mtended that the Govern-
ment should take -title to patents-on all foreground. inventions, it
would have .said so in precise language. While this argument has
merit, it is not persuaswe in light of the foregoing material. . By
using the term ¢ ‘available,”! Congress left- the Department an area for
the exercise of discretion. ~Title may be left in the contractor upon
agreement that he will license all applicants royalty-free, the Govern-
ment: and contractor. could take joint title, or -the patent could be
dedicated to.the public. - Precise language requiring the Government
to take title.was not actually necessary to accomplish the. congres-
sional purpose - that the -results . of- pubhcly ﬁnanced research be
uncondltlonally avalla,ble to t.he pubhc : S

SUMMARY -

The Department prior to the passage of the Salme Water Act
interpreted. the Coal Research Act and Helium Gas Act to give ‘the
Secretary a rather broad diseretion in making the results of Govern-
ment-financed - research available to the public. . Recent studies of -
the language and histories of these acts and of the Saline Water Act
indicate that this position was incorrect.. The clear language of the
acts Tequires that foreground patents: be available to the public.
The entire ‘patent. would not actually be available if the contractor
retained the right under. the patent to collect royalties, or to set other
conditions on the pubhc use of the patented item.

All “public service group’ research agencies, Whether bound- by
statute or not, attempt to follow a general policy of making the results
of their research .including patents, available. without cost to the
public. Probably the most stringent patent.policy .provision in the
Federsl law uses the term “available” in requiring free availability of
research results under the Agricultural Research and Marketing Act.
The act makes no exceptions, nor does it allow the administrator to
weigh equities. The other member of the “‘public service group”
governed. by a statutory patent prowsmn the VA » works under
similar; Ianguage i

.. Two major agencles which GOnduct research for both procurement
and public service purposes are the ARC and NASA Both are
governed by 'strict patent policy statutes which require the, Govern-
ment. to take title unless good cause for waiver is established.

. The Office of Coal Research and the Office of Saline Watér obviously
are engaged in. research for public service purposes, It would be
inconsistent with the language and the underlying purposes of the
acts involved and with the pattern of Government patent policy to
ascribe to Congress an intent to establish a policy for availability of
the results of this research more restrictive to the pubhc than the
policy set for AEC and NASA. : .
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.- The legislative history-of these acts and the history and construction
of the same language in other acts involving ‘“public service” research
confirm : the conclusion that. the results of Government-financed
research under the Saline Water Act, Coal Ressarch Act, and Helium
Act must be made available without cost to the public. This may be
accomplished either by requiring assignment of patent title to the
Government, by requiring assignment of a joint title interest to the
Government, by contractor retention of patent title with a contractual
obligation to issue unrestricted and rovalty-free licenses to.any appli-
cant, by patent dedication, or by any other means designed to secure
the same result, - o0 0 e st : .

SR U 'BACKGROUND PATENTS -

-As stated abowve; the three acts linder- consideration require the
regults of Government-financed research (information, uses, products,
processes, patents, and other developments) to-be available to the
general public unconditionally.. -Many- of the contracts now under
negotiation involve ‘the "continuation : of ‘research and development
commenced by the contractor and already: protected by.contractor-
owned patents. The further work te be financed by the Government
could result in patents or other developments, the use of which would
infringe upon the background patents. Where a contractor owns
background patents’ essential to the practice of processes partly
financed by the Government, full public availability of Government-
owned Toreground patents would be an'illusory benefit: since the
contractor could ‘effectively cut off the availability’ of these processes
by refusing to-license background patents. ~+ 700 o T
“ Many of 6ur lérger contracts are for the construction -and operation
of pilot plants to test and improve processés ‘and devices already
patented by the contrictor.” There is 4 strong probability that no
foreground - patents” would dervive ‘from thisi 'work: "Th“any event
though, the background procésses could not be commercially useful
without such testing. *In these circumstances s fully tested com-
mercially usable process could result, &t least in part, from research
financed by the Government: * This result would not be available to
the pablic unless the necessary background: patents could be licensed
on reasoriable termd.” ‘Sinee the statutes require the availability to the
publi¢ of processes resulting from research developed by governiment
expenditure, it must be inferred that they preclade the Secretary from
agreeing to terins that do not accomplish such availability. -~ *

- Tt-is provided,” however, that the patent section language of the
Helium Gas Act and the Saline Water Act in itself shall not be'con:
strued “‘to ‘deprive ‘the “owner of any background patent * * * of
guch rights 45 he may have thereunder.” #  Consequently, the con-
tracts signed under these acts cannot be construed, in the absence of
express language ‘of agreement, to take rights to background patents.
- Other provisions of these acts, though, allow you to acquire patents
by purchase in order to accomplish the purposes of the acts. - Bacause
og the requirement of availability to the public of the results of fore-
ground research, you should take steps to acquire sufficient interest
i bsckground patents to assure the availability of the processes.

4 Under the pari materia'-dnctrines, i;his .same admonition may be i'nferr.égi into the Conl Research Acﬁ.
Hee note 37 supra, : ' . - R



PATENT?PRACTICE‘S' OF THE DEPARTMENT OF THE INTERIOR 53

Th:ls maybe done in different ways. : Since the background positions
of the wvarious individual contractors are not uniform the means em-
ployed should be determined on g case by case basis, I recommend
therefore that the contracting officers be authorized to exercise their
dlscretmn as to means to eﬂeet the purposes ‘of:the law,

FRANK J BARRY Solicitor,

iAPPENbIﬁ G
: .MEM.(:)RANB;EI.]-&&. _
US DEPARTMENT oF’ TI{E INTERIOR
OFFICE OF THE' SOLICITOR '
' ' . Washmgton D 0, July 25, 1.96'1
To Heeds of bureeus end oiﬁces o
From: Solicitor.

Subject: Department patent pohcy on mventlone mede during Work
. performed under research and development contracts.

It is the general policy of the Department Of the Interior to take
title to any invention made by a contractor in -a research #nd de-
velopment. contract. This goes back to dep&rtmentel Order No
1763, issued November 17, 1942, Whlch sta.ted

.......

of, the Umted States should heve the ovmersh:lp and cont.rol of any
mventmn developed in the course of :its governmental activities.”
_This policy was approved by the Attorney General’s report of 1947,
“Investigation -of . Government . Pa,tent Policies &nd Practices, 4
Whlch stated (p.4):. PR , o

. v, INVENTIONS "MADE' BY GOVERNMENT CONTRACTORS .

. FINDiNGs AND OONCLU‘ 18 OF .A""fORNEY G’ENERAL

“‘1 *Where' patentable: mventlone'ere ‘made in' the ‘course’ of er=
formmg & ‘Government-financed contract for research and develop-
rient; the public interest requirés-‘that all fights to such invention
b’ essngned to"the Governmerit ‘and ot left to the private ownership
of thé contractor. - Public control will assiiré free and: equel availability
of ‘the inventions to" American industry and seience} will eliminate
any competitive advantage to the contractor chosen: to perform- the
research work; will avoid uridue concentration of ' economic power:in
the hands of a few large corporations ; will tend to increase and diversify
availible reséarch facilities ‘within the United States to the advantage
of "thé Governinent and 6f the national ecofiomy; -and will thus
strengthen ‘our  American system of free, ‘competitive enterprise.

- “2.7To' leave patént rights to the contraetor may permit the sup-
pression of an invention paid for by the public, or the imposition of
an‘assessment for its ‘usé by the public to-sérve private advantage.

" It would constitute ‘an iinéqual form of reward for comparable per-
formsnce, and would tend to unbalance Federal research by making
more desma,ble those aspects llkely to lea.d to commeremlly valuable
patent rightg.” -
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- 3. .Expert opinion and-experience within and without the Govern-
ment support the conclusion-that a policy of public ownership, of
inventions made under :Government -contract would. be. acceptable
to a-suflicient number-of competent- private and institutional labora~
tories to make it:workdble: :IJowever, exceptions to the basic policy
should be allowed where necessary in emergency situations, to permit
the contractor to retain the patent rights to inventions to which he
has already made a substantial independent contribution; but in all
such cases the Government should obtain at least a free license under
the resulting inventions and:should prohibit their suppression or the
asgessment of unreasonable charges for their use by others.

“4, The weight of evidenée is that the policy recommended herein
will not substantially increage the costs of Government research
contracts, nor diminish the. efforts of the contrdctor’s organization to
perform the work c¢ompetently. " To the extent that extra costs may
result from the recommended policy, they would be fully justified
by the advantages of making publicly financéed technology broadly
and freely available.” . : Lo

It will be noted that item 3 of the above quoted ‘portion of the
Attorney General’s recommendations make provisions for exceptions
to the general rule of the Government taking title, where it would be

inequitable for the Governmént to take all patent rights. -
Secretary of Interior Krug, in ‘a letter to President Truman dated
February 4, 1947, commenting on' this report stated: e

4o Tt seeins clear that thé Government should be entitled to
the ownership (including foreign rights) of ‘inventions developed
with appropriated funds,  either "in "Government laboratories by
Governmernit, personiiel or in private industry as 4 result of ‘Govern-
ment-financed research. ‘The people ‘of the United States should nof
have to pay twice, once through taxes and again In the’ form of
royalties, for inventions which they have financed. * * *
““Although & number ‘0f scientific and technical men fear that
research and development contracts with private concerns and even
with universities cannot be negotiatéd by the Governinent without
ranting to the other parties full.commercial rights in any invention
eveloped in the course: of such.contracts, with .the :Government
receiving only a license to use the inventions, I believe that, in princi-
ple; -the  Government should have the right of ownership in these
federally financed, inventions. .if: it :chooses to -exercise such.right.
In any event, it seems advisable to.adopt, at least for a trial period,
a Government-wide policy which insists upon this right,. but allows
the-agency heads to.exercise.* * * a certain amount of discretion
in the administration of the policy.” Ce NS B
~To sum up,.the.policy.of the Department is to take title to any
invention made under. a. research and developinent contract, except
where 1t would be inequitable for the Department to take title because
of substantial.independent contributions made to, the invention by
the contracter. ... .. ... . N SR S
Under: the latter situation, the Government is.given a royalty-free,
nonexclusive . license : for governmental purposes.  In the. case of
research-under the Saline Water Act, the Coal Research Act and the
Helinum -Act, because of the language of the statutes, or the intention
of Congress, the contractor is also required to grant licenses to the
public at reasonable royalties. '
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Responsibility for the Department’s patent policy was delegated to
the Solicitor in 1945. To carry ouy this duty and to make sure that
_all research and development contracts are in line with the
. Department’s policy, the following procedure will be followed:

. Before any research and development contract is signed, wherein

the Government does not take tifle to any inventions avising there-
from, the facts and circumstances which m the opinion of the con-
tracting agency justify leaving title with the contractor should be
gpecified in detail. These may include, for example, a recital of the
contractor’s background position in the field, his financial investment
in the study of the problem, his technical know-how, special equip-
ment, scientific and technical staff, and other factors which would be
evidence indicating it would be inequitable for the Government to
take title to any invention arising out of the contract.

Such contract with the attached justification must be submitted to
the Solicitor for review and approval before it shall be signed by the
authorized agency officer.

Frang J. Bagray, Solicitor.

O
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FOREWORD

‘Should the Federal Communications Comn:ussmn in esta,bhshmg
technical operating standards for transmission eqmpment require the
regular filing of technical data and patent rights by those companies
whose material will be required? Should the Federal Communications
Commission employ the technical staff necessary to process and ac-
curately appraise the impact of such information and patent rights?

- In addition, how much responsibility should the Commission assume

as to poss1ble restraints of competition in the communication field

" when 1t promulgates operating standards and how much should be

left for the Antitrust Division of the Depertment of Justice to correct
any possible resulting restraints of competition?

'~ These and other questions are raised by the following report which
was prepared by Clarence M. Dinkins of the staff of the ‘Subcommittee
on Patents, Trademarks, and Copyrights, as part of the subcom-
mittee’s study of the U.S. patent system, conducted pursuant to
Senate Resolution 267 of the 87th Congress, 5d session. 1t is the 14th
of a series dealing with patent practlces of the various Government
agencies,

Although the FCC’s participation in the Government’s $12 billion
research and development program has been comparatively small
to date, it is increasing its research and development role. Under
Public Low 86-626 of July 12, 1960, the Commission was authorized
to spend up to $2 million for a speclal ultrahigh-frequency television .
study during fiscal years 1961 and 1962. TUnder its present patent
policy, the Commission will have complete control of the disposition

“of all inventions and patents arising from this research program. .

This report, as well as those preceeding, emphasizes the necessity
of Congress endeavoring to enact leglslatmn looking forward to

- greater umformlty in the patent policies of the various Government

“agencies.

Joun L. McCrLELLAN, .

Chairman, S’ubcommmee on Patents, Trademarks and Oopymghts

Commitiee on the Judiciary, U. 8. Senate.

AvausT 18, 1962.
) I .
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PRELIM[NARY REPORTS ON THE PATENT PRACTICES OF THE
' FEDERAL COMMUNICATIONS COMMISSION

I LEGAL AUTHDRITY A8 TO. PATE S

Although the statutory language relatln to researoh and deve]opJ
ment from which inventions might norma%y arise is quite limited in
scope, the Commission does have some statutory authority for engag-
ing in -this' type of work. The Comimunications” Act of 1934, as’
~amended. (47. U.S.C. 303(g)), directed the Commission % * % as
public convenience, interest or necessity require * * *7to: o

. (g) -Study new uses for radio,.provide for expemnental
uses of frequencies, and generally encourage the larger and
more effective use of Tadio’in the public interest;

In Public Law 86~626 approved July 12,1960, the Congress voted .
certain funds for the operatlon of the: Tederal Commumcatlous Com—

- mission;-and -provided-among ‘other things:

That 1ot to exdéeed 2,000,000 of this appropmatmn shall be
available for a speolal ultra—h1 h fréquency telewelon stud;\jr
and shall reémain avaﬂable unti June 30, 1962

There are no statutory prowsmns govermng the d1spos1t1on of 1nven—
' hi

: ' A ADMINISTRATION ahE
_ I Personnel 2 - SEIREERA .
" The Federal” Communleatlons Commlssmn does not have 3 staff*
-which' deals primarily with patent matters. The Commission formerly
handled these matters through a Committee of Comuiissioners (June
1952 to June 1954) and later employed a patent attorney Wlt]:uu its
- Office of the General Counsel but this position has been vacant since
the patent attorney 8 Tesi ation in'1957. If 'and when patent prob-
lems occur, they are handled jointly between the Office of the General
Counsel and the Oﬂice of the Chlef Engmeer

2 Performcmce ‘stalistios .. : 5

' From 1948 to date: there have been nihe" apphcatlons for patents
filed ‘by: ernployees - of -the “Federal Clommunications - Commiission.:
- These applications were prosecuted jointly: by ‘the. General Counsel’s:
_ Office of the FCC and the Patent Section;: Civil- Division; of the
Department.. of Justice... All patent, appheatrons were ﬁled under-
35 U.8.C. 266, which- prowdes for -the-issuance-of.patents: without:
‘¢ost to Government employees under the following conditions.

The Commissioner may grant, subject to the provisions of
- this title, to amy officer, enhsted malu; or employes of the

1
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Government, except officers. and employees of the Patent
. Office, a patent without the payment of fees, when the head
of a (iepartment or agency certifies the invention is used or

likely to be used in the public interest and the applicant in
his ‘application ‘states that thé invention desCribe'g' therein, -~ -

if patented, may be:manufactured -and used:by or for the

Government for governmental purposes without the payment

to him of any royalty thereon, which stipulation shall be

. included in the patent. . :
From these nine‘applications, five patents were obtained, one in 1950,
one in 1953, one in 1954, one in, 1957, and one in 1959. Of these five
patents “obtained on employee inventions, the 'Commission has
received an assignment of two patents; and nonexclusive, irrevocable,
royalty-free licenses with the power to grant licenses for all Govern-.
ment purposes on the remaining three. In executing these license
agreements the following pertinent language is used, whereby the
inventor does: A o o R o

CEETE gpant and give to the Governthent ‘of the United

States for the use of all departments and independént estab-

~ lishments thereof, as represented by the' Chairman of ‘the

i -Federal - Commutiications - Commission, : &' royalty-free, non-. -

~axelusive,” and. irrevocable license to-make; or have made, to
use, 0 maintain in repair, .and to ell-as:provided by law, any: -

and all. devices .embodying inventions. disclosed or .claimed.-

in the above-identified application for Ietters patent, and any

patent and any reissues, extensions, continuations, substitu-
tions or divisions thereof, issuing thereon throughout the life

“of said patent or patentsl : O
The five patents resulting from émployee inventions were as follows:
(1) Patent No. 2,500,935 issued on_March 21, 1950, was granted

on g chart analyzer. In this case thé emiployés retained title and the

Commission was granted a nonexclusive, royalty-free license,

(2) Patent No. 2,642,534 was issued on June 16, 1953, and.covered
an invention known.as a multiple standard frequency . inversion
measuring system.. -In this case the Commission obtained a complete.
. asslgnment of the patent rights. - . .~ . . -

. (8).Patent No. 2,668,193 was issued on February 2, 1854 and was
granted for automatic switching of television recéivers. In this case
the Commission received a complete assignment of the patent.

- (4). Patent No. 2,800,384 was issued on July 23, 1957, and covered.
an invention described &s “Wide frequency range recording and
reproducing apparatus.”” “In this case the employee retained title
and the Commission was granted a nonexclusive; royalty-free license:
1(5)-Patent No. 2,903,505 was issued on September 8, 1959, and
covered:-equipment for a:new' TV .color:system. - In:this: case ‘the:
employes: retained title--and: thé ‘Commission -was grantéd -a non-

exclusive, royalty-free license. = Nelowte he YV LT e

ot Bt Commiientns Canmieten s 0 g, st g .

sy i Ll et s

by
£
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B POLICY AR '1'0 RETENTION 'O 'I'I'I'LE

1 B’y employees ' e -
+FCOC makes employee patent determinations in a.ceorda.nee Wlth
prowelons of Executive Ordér 10096; which was a,pproved 'on Januaty
23, 19502 In addition it promulgated its own regulations on.July. 11,
1951 implementing Executive Order 10096 and spelling out in detml
the relatmnshlp between the Comxmeelon and 1ts employees regardmg

‘patent matters

,-2 By contractors ancl grantees

' FOC has'made no ‘grants and has only recently begu:n a research
and development program, by contracts, pursuaiit to Public' Law
86-626 ‘of July 12, 1960, in which the Commission is authorized to
spend up to $2 mﬂhon for a special ultrahigh frequency television
stidy during fiscal years 1961 and 1962. A research and development
contract with Airborne Instruments Laboratory, a division of Cutler-
Hammer, Inc,, was awarded on May 16, 1960, 1n connection with this
ultrahlgh frequency television study.” Turther contracts which might
' have patent implications have been entered into’ with Melpar, Inc.,
awarded on November:1, 1960; Smith Electronics, Inc.; awarded- on
December 5,:1960; Smlth Eleetromcs Ine., awerded on February 1,
1961; Melper Inc., awarded on. Aprll 10, 1961 Contracts which. do
not appear to have. any patent 1mphcat10n have also.been awarded to
Melpar Inc., on Jurie 6, 1961; RCA Sales Corp., on June 14, 1961; the
city of Ne oW York, on July 14 1961; Jerrold: Electronics, Corp, on
July-19, 1961. Slmﬂerly, e lease with the Radio. Corp. .of America
“awarded on February 24; 1961, involves . equipment - which has been
prevmusly developed so that. the 0n1y invention.: poss1b1ht1ee would
seetn t0.be those: thh :ntught arise from the. constructmn and use of
‘the installation.- :
Although it is 1mposs1ble 1o foretell Whe.t mventmns or pa.tents ma.y
* come from the research and development contracts involved in this
study, the patent policy of FCC has already been determined as one
which will give the Commmission comple'te'eontrol of the d1spos1t10n of
all mventlons a.nd patents Whmh may arlse B

1. Employee pa,ients
The FCC has no mformetl ‘
1te employees S g5

2 Oontmctors and gmntees pc&tents:

The Commlssmn hag made no grents and entered mto no researeh
contracts prior to May16,.1960. - There has, therefore, not been any
-occasion for eny COntrector or gran‘cee 0 apply for patents in forelgn
countrles iy e g e et

i Fof ¢ymiplete toxt of Exeeutive Ord.er 10006 premulgeted :ran 23 1950, 15 FiR. 889, seelapp, A on.p: 17,
of the “Patent Practices of the Government Patents Board,” report of the Subcommitiee on Patents, Trade-
marks, and Cepyrights of the Commitfee on the J’udlﬂlal‘% U.S: Benate, 86th Cong,, ‘15t sess. See also,
Exeeutive Order Ne. 10930 of Mar, 24, 1061, “Abolishing the Government Patents Board and Providing
for the Performance of its Funotions by the’ Department Ot‘ Cominerce,”’ which appears as app. E, p. 28, -
of the ““Patent Practices of the Department of Commeres,” report of the Subeommitiee on Pat,ents, Tra.de—
m?i(s ar;i Copynghts of the Commitiee on the Judiciary, U S Seuate, S’Fth Cong lst 58S, :

+ For eopy oI patent rights provmions, see app. B, p. 11,

 B8372—f2—2
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D. USE-OF PATENTS.BY PARTIES,RETAINING TITLE

I Employees

The FCC has no information " indicating any use: by 1ts employees
_kof the-inventions. made: by them on Whlch patents were obtamed

2 C’ontmctors and grantees 0 e

e Commission has made o grants and fio patents have’ yet been
obtained by its Tesearch contractors: .

3. Government

The Commisgion has made no use of elther of the two patents to
,thh it took title or of one of the patents which it licensed from the
employee-inventor. The Commission has made a very limited use
of the patent which it licensed from the employee-iiventor, No.

12,500,935, which was granted on a chart analyzer The analyzer was
used for a few months a.nd then d1scont1nued

"E PATENT POLICY OF THE COMMISSION WITH RDSPECT TO PRO\/IULGA-
' TION OF TECHNICAL STANDARDS .

In promulgatmg ‘téchnical st&ndards for’ broadcastmcr and other
I'&le ‘communication services, the Commission esta,bhshes certain
technical réquireinents’ which its licensees ‘Taust-meet. Such Tequire-
ments may {réquently be met only by the use of patented equipment.

-Whild these technical standards are specified in terms of performance,
rather than 4 specific design, certain specified performance characteris-
tics mdy be obtamsble by the use of equipment which is available for .
communications use only ‘on terms established pursuant to privately
ownied “patent rights. - Therefore, in’ promulgating these technical
standards and regulatlons the' Clomhission necessarily gives consider-
tion to the effect of patent rights upon the availability of aquipmeént
that will Hiéet the 8 ‘eclﬁed performa.nce standards The Comm1ss10n
ha tated—— A

e * that patent monopohes or, patent mlsuses are, 1mpor- s
tant considerations in determining the adoption of a standard - -
in that the Commission would not consciously show favorit-
ism to any manufacturing group if standards could be adopted
that would both encourage competition and prov1de the best

_Jcommumcatlon serwce obta,lns,]ole“5 , e

However ‘the Commiission has declined to requ1re the rewular report~
ing- of 1nformat1on 88 t0 the-impact of patent rights upon technical
standards in general, upon the ground that it has no staff adequate
wh - gy cul% ot the particular itéms warranting consideration' by
us in'the digcharge of our statutory functions,” and that “* * * over-
‘all surveillance %t}:us field must properly be {eft to other Government
departments having 1mportant and more direct responsibilities 'to
rcorrect patent abuses: * * * (report and order.in docket Nos. 10090
‘and 11228; adopted Apr, 24, 1957, p: 3).2 'Patent information which
is pertment ‘to - those functmns “the- -Commission believes may - be
" “obtained by spécific requests made in the course of ruIemaklng pro-
_ ceedings on an ad hoc basis. o

5 Statement of Apr. 20, 1950, e : ¥ R
@ For full text of this report and order, including two dlSSenting opinions, see app. C, p 1.
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As an illustration - of how the Commlssmn hag, apphed this policy,
in, the recent rulemaking proceedings for: establishing standards: to
permit FM broadeast stat.lons to transmit stereophonic programs on a
miultiplex basis, the Commission requested the propenents.of various
systems to supply it with information as to their patents. Thus, in
the réport and order in this proceeding (docket No 13506), adopted
on Apr]l 19 1961, the Commission stated: '

"34. The proponents of Systems 1, 4—. and 4A have a8 Te-
. _guested.in the Notice of Proposed Rule Making, submltted‘ -
- statements which indicate n substance that each’is prepared
"to grant nonexclusive licenses under any one or more of its =
7 patent applications and the patents issuing thereon to any '
" “responsible party at reasonable royalties for the manufacture, = -
_use and sale of the apparatus covered thereby. We ﬁnd o
‘these Tepresentations consistént with the patent pohc1es of
“the Commission which aré de&gned {0 obviate any restraint *
- “of trade or monopohstlc practlces in matters commg Wlthm'-“ -
it cogmzance C

.+ The-policy of the Cotnmission i in ]udgmg the effect of pa.tent. rlghts
* upon.ifs technical standards was the subject of hearings held by the
Legislative: Oversight Subcommittee of the Committée on Interstate
and: Foreign Commerce.of the House. of Representatwes .during the
85th..Congress.. "As a.result of its. investigation :the’ subcommities
recommended that- the Commiission should require annual. Teports. by
compa.mes ownmg or: controlling patents rela,bmg to transmitting and
receiving equipment, and should review. its. technical standards..for
the .purpose. of promulgatmg rules and regulations that would insure
that. standards” * * * effectively serve the public interest and. are
‘not tied in with a p&tent or.other monopoly en]oyed by ohie o MOre
'ma,nufac.turers or licensees.”” 7.

: In response to Senator O’Mahoney ] 111qu1ry 28 to the views of the‘
Commmsmn Wlth respect to ‘nhese recommendatwns t.he Commlsswn
: stated that:: e e e :

ook The Oommlssmn has &lready required: tha.t certam
) -compames provide patent information to the Commission on
* a semianniual ‘basis; “These -companies ‘are’ American "Fele~"
- phone & Telegraph Co., Radio Corp; of Ameriea;and Wastern: 7
v Unioni - Ine maost cases the Comlmssmn does not: re'qui'rej-t
. patent- information and- only: in" those cases ‘where patents
‘i -have a bearing on the Commission’s decision will the Conic
*‘mission require patent information. -~ While the Commission~
©* is mot presently considering increasing ‘the: number of: gom="" "
¢ panies from ‘which’it" ‘will ‘reqiiire ‘patent information, “the
b (Qommission: does: Tecognize: a responmblhty to ‘require thig
~oi-information from ‘others shculd it 'appear that other manu-~ - =
. facturing cormpanies are seguiring ‘dominant patent posmons_
- which may affect the ability of the Commlsswn to c&rry ‘out A
“its regulatory functions in'the" pubhc mterest g e

CIn respondmcr t0 this subcommittes’s mquu'y a8 10’ the Oommlssmn 5
views as to the reécommendation of the House subcommittee with
respect to prevention of adverse effects resulting from the 1mpact of

7H, Rept. No. 2711, 85th Cong., 24 sess., p. 15.
8 Statement of Apr, 20 1960,
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patent and other ‘monopolies’on Commiission technical standards, the
Commission has reiterated its position that it “would not knowingly
dgdopt ‘standards which would give an’ unfair competitive advantage
to any one mianufacturer:” ® -1t also insists that it is— e
-, careful not to promulgate technical standards which would . -
" prohibit useful patented. inventions, but attempts to pro-.
mulgate technical standards which will be broad enough to’
include the ‘greatest number of ‘patented inventions.’®
There has, however, been no. change in the.Commission’s previously
announced position that it does not require the regular filing of infor-
mation as to patent rights, and therefore does not employ the technical
gtall necessary t0 process and accurately appraise the impact of such
lnformatlon 7 ';. - o : e :._‘; . :“_: . o '
As ‘noted: above, the Commission belteves that jusgments as to
whether particular patent rights have sufficiently injurious effects on
competition in the manufacturs’ of communications  equipment to
jeopardize an adequate publi¢ communications system may be more
appropriately left to other departments, presumably having staffs
better able to-msike: this kind of judgiment.” The only other depart-
ment specifically referred to by the Commission: as possessing such ‘s
staff is the Department of Justice. * The Comimission’s" view iz that
primiary responsibility for the corréction of restraints of competition
in the comniunications fleld which may in'part result from Commisgion
-actioni Tests upon the Antitrust Division of the Department of Justice,
rather than upon the Commission. * The Conamission points -out that
it hasrconsistently: referréd to thé Department “any patent informa-
tion coming- to its gitention that may be violative of the antitrust
" laws,” and that ths Departiment hag obtainied certain consent decroes .
entered against AT, & T."and RCA, Tfespectively.”” These decrées are
. two of those examined in this subeommitteé’s report on “ Comipulsory
Patent Licensing Under Antitrust Judgments” (86th Cong., 2d sess.).
It-wasnoted in that'reportthat those decrees both contained reciprocal
patent licensing provigions which raise serious doubt as’to" whether
eitherone would effectively restore the competition:in.the comrounica-
tion fields that they were intended-to réstore.. « v v oo
.-Not . being . a..party: to these or-any other antitrust decrees, the
Commission: bears no..responsibility : for their:suceess: or failure as
regulatory.devices... The result of the existing policy of relianceé upon
the Department :of Justice to-correct: unreasonable competitive re-
straints i the communieations.field; is that the regulations thought
necessary to .correct such: restraints have been established by antitrust
- litigation. instead-of. by.the. Commission. .- If, on the other hand, the
Commission assumed primary responsibility: for such regulations, the
regulations. would be subjected. to the conventional safeguards provided
by administrative .consideration of - the views:of all interested-parties,

followed: by appropriate judicial review of the action taken. -..: .- -
The.view of the Commission, however, is that if any changeis to be

made in the preserit;policy of delegating to the Department of Justice

the funetion of appraising the adverse impact of patent rights upon

communication standards that Congress must change the policy by

(AIbtd,. o e
. WIbid, - )
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appropriate Ieg1sla,t10n The Commission “is of the 0])1111011 that its
present policies have proven to be i in the pubhc interest.”

III. AgENcy VIEWPOINT |
A. JUDGMENT AS TO EFFECTIVENESS OF PRESENT POLICY

The Cominission feels that its present policy is satisfactory and is

in-accordance with its statutory powers and duties.”® As indicated in

- the rulemaking proceeding discussed above a majority of the Cormijs-

" sion believed that the patent policy then established was in the public

interest. However, in light of current developments the Commission
has determined to reexamme these matters.

B. RECOMMENDATIONS AS TO FUTURE POLICY

" No recommendations were offered. To this end, the Comn:nssmn
proposes to institute a,ppropnate rulemalﬂng proceedmgs m the near
- future.

11 T'hese statements accurately reﬂeet. the views and l§1olmiexz of the Commission as of Dee. 31, 1960. How-
ever, & majority of the Commission a8 now composed believes that thers is some question as to whether

previous patent policies fully protected the pub].ic interest. Iisentire procedurs relating to patent policles
is noIvgigeing carefully recxamined. )







FEDERAL OOMMUNIGA’I‘]’ONS COMMISSION g

Regulﬁ.tmns governmg the’ dlsposmon of rlghts in mvent.lons made by
. employees of :the ~Federal Comfnunications - Comimission -issued
pursuant to Executive Order 10006 and the Government Petents
~Board Admmlstretlve Order No.— Hu o SR g o

1. The Government mey requlre esswnment of t1t1e to mventwne
‘made by employees of the, Government,. a,nd to.any patents that may
be issued on sueh 1nvent10ns 1f ANY of the followmg oondlt.mns are

" present:
(e) Tf the mventlon was mede durm Workmg hours or.
{b) . If the invention.was made.with. a. oontr1butlon bv the

;i Government of facilities, equipment, »meterla.ls funds. or, infor-

.. .mation, or.of. time. or serviees of other vemment employees on
.. ..-official duty 0T,

{c) - If the mventlon bears & dlreet reletlon ‘r,o or, Wes mede in
;. ~consequence,of -the official duties. of the inventor. .. .

8. In determmmg whether a condition set.forth above was present

m the making of the invention ‘the following definitions shall epply
(@), Working.-hours :for . civilian  employees: shall- mean . time
Iy ,_spent during either. the usual ~working hours, or. overtime,:or both,
o.-and for mllltery personnel time:spent. durmg the- hours ectually
£ _engaged in officially:assigned duties;:
.. (b) A eontribution. of facilities ha.ll mea.n thet the feclhtlee
. were used in the making.of the.invention end Whlle 50! used. were

.+made unavailable for other purposes:: ..

(€) A contrlbutlon of equlpment shs]l mean t,het. the equlpment
e cwas used in: the.making: of ithe mventlon and was- thus mede
..': ungvailable Tor othe: purposes T -
" (d) A contribution of material.shall mean K b the mate els
were specifically: obtained and. used for the purpose of making the

-;__-mventlon and. were, thus rendered unava.ﬂable for other use;

L Were a.otuelly evpended for the. purpoqe of mekmg the: 1nvent10n;
. =) A contribution. of information shall mean that the informa-
- ,§'t10n used in the ma,kmg of the invention was: available only by
" reason .of .the inventor’s official dumes end was., obta.med from’

. sources not otherwise.available;’ :

.4 to(g) A contribution of time: or- ervmes of other G‘rovemment
. .employees: on-official duty.shall mean that their time or services

‘was ubilized during working. hours, ‘as. defined-in_ {e) above; -

9 .
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(h) Bearing a direct relation to or made in consequence ol the
official duties of the inventor means that the duties to which the
inventor had been assigned were such that the invention could
- reasonably ‘be expected to arise therefrom.

3. When sny of the conditions set forth in paragraph (1), as defined
in paragraph (2), are present, the:dordestic rights and, in the diseretion
of the Comrmssmn foreign r1ghts in and to the invention shall belong
_ to the Government if— '

() The conditions are equitably sufficient to justify -assign-

ment thereof by the employee to the Government ; and

(5) The Government has sufficient interest in the mvention to
require assignment thereof by the employee
If 1t should be found.thst assignment is not required under (@) and
“(b) of this paragraph, the employee nevertheless shall be required to
grant: to-the :Government: a. nonexclusive; ‘irrevocable; royalty-free
. Ticense in-the invention: and under a,ny patents domestm or forergn,
which may issue thereon. ',

4. Tt is presumed that the oond1t1ons ‘of pare,rrre,ph (1), as: deﬁ.ned
in paragraph (2) , &re present When the employee is employed or
asswnedm” S RERRARR A
: “(a)-'To itivent or’ nnprove ‘or perfeot any art, ma.ehme ma.nu—

fa.cture ‘degign; or composition of mattér; 0 ¢
b (l)n) To oonduot or perform resee.reh or development Work of
ot. . e - .
(c) To‘ upervise; dlreo coordmate Or “réview Crovernment
ﬁnenoed ‘or eonducted resea.reh ‘o1 development work, or both.

S (d) Toraetiin e 11a1son capacity “among governmenta,l Or TION~

,governmental agencies or 1nd1v1duals enge,ged in suoh reseeroh or

- dévelopment-work, ot hoth. U

5. Employees #ithin’ the classes deﬁned' : pa,ragreph (4) may&ibmit
evidence that will enable the Commisdion to establish the ‘absence of
any one of mote of the conditions of: paragraph (1), as defined By -
paragraph’ (2), or that the conditions which are présent are insufficient
equitably o ‘Justify a’requirémént’ that assignmient be made to the
Government of the invention atid any pateént which may issue thereon.

6. For employees not within' the classés deéfitied in paragraph (4),
the Government must ‘establish: that the conditions of paragraph (1),
as defined by paragraph’(2);7are sufﬁment eqmtebly ‘t0 Tequire an
ass1gnment to the Government of thi vent1on ~-eny petent which
may issue thereon. :* =4 : R

. Whenever g mventmn is made under any of: the conditiotis set
forth in paragraph (1), the employee- must report the mventmn to the
' Ohlef Engineer of the Comrnigsion:

8 Deﬁmtrmns of terms as used these reoulatmns :

‘(@) The terrn: “Government’ employee” ‘means any: ofﬁoer or
"—-employee, ‘eivilian’ or military of the’ Comimission including any
1 part-time consultant. or part-time employee except’ whenl special
“ " ‘circumstances in 4 specific ‘casé réquire ‘a’ departure herefrom to

- meet the needs of the Commmission; 'Such circumstancés shall be
' reported to-the Chairman of the Government Patents Board.

(b) The term “invention’’ imeans any srt, machine, manufac-

e lire; deelgn ‘or cornposmon of matter, or any new. and useful im-
Ut provemeht thereof or ahy: variety’ of plant, which'is or may be
petenta,ble under the' petent laws of the United States. *
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APPENDIX B

PATENT RIGHTS

(a) Whe ov r:..a,ny mventlon unprovement or di ry'l (whether '
or not patentable) is made or conceived or for the first' time actually.

or.constructively reduced to practice, by.the Oontracter or its em-
ployees, in.the course. of, In_connection

determine the disposition of all rights.in such invention, unprovement

or.discovery, including title to-and righte under any, patent apphca—;
The. determmamon of the:
Commission; on .all these matters shall. be. accepted as final and: ‘the,

tion or patent that. may issue thereon

provisions.of, the. clause.of this. contract entitled “Dlsputes” shall not

apply; and the Contractor agrees .that it will,.and warrants that all
of its employees who may be the 1nvent0rs wﬂl execute all documents.
and. do.all things ‘necessary or.:proper’.to the effec‘ouatlon .of  such

- (b)- Except as o't.herwme authonzed in kwrlt.mg:by t;he Contractmg;:

Ofﬁcer .the: Contractor shall obfain. patent, agreements to effectuate

the. prowsmns of this. clavse from all .persons. who perform sny, part:
of the work under this.contract, except such: clerlcal and manual labor -

personnel as will have no BOCESS, to technical data.

Ae) Except as otherwise, authorlzed in writing by t.he Contra,ctmgii

Ofﬁcer the Contractor williinsert:in each. sbcontract, having experi-

mental developmental .ot resear'ch ‘work, as.one of 1ts_ purpeses,. pro-:

vigions makmg this. clause -appli able 10 the subcontractor and.
'employees . y

FCdSF&_ZG;-; |

44048

and issuing statements; Commissioner Doerfer not participating.

th, or under, the, terms of
this contract, the. bontractor shall immediately give the Contracting
Officer written . notice thereof ‘and:shall promptly thereafter furnish
the Conftracting: Officer: with, complete information thereon: and: the’
Commission shall -Have the sole and exclusive . power, to determine.
whether or not and where a patent. apphc&tlon shall be filed, and to

By the Commission: Commissioners Bartley and Lee dxssentnng'”
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1. The above rule mekmg proeeedmge each deal with the filing of
patent information with the Commission; the comments filed in
Docket 11228 supplement the commients filed in Docket 10090. The
main ‘reason, however, for taking up these. prooeedmgs together in
this single Report end Order is that the grounds ior d1spos1t10n of
~ them are the same. ' o -

9., The' proceeding in Doe cat 10090 was mltlated ‘on’ November 29 :
1951; by the release of a Notice of Proposed Rile Making’ (16 F: R
12438) ‘Following & second Supplementary Notice, released ‘on Janu-
ary 17, 1952 (17 FR. -296), and the receipt of comments the Com-
riission on December 8, 1954 issued’ a Proposed Report. and Order and’
scheduled ‘an ‘oral” argument ‘theréon (19°F.R. 8485). * The argument
and'soine comments indicated the desirability of certain modifications,”
to redtce the volume of work réquired on the part of the lar, ger patent:
holding ‘companies and’ to relieve the smiall patent holding companies
of the obligitions of submrttmg the reports. ° Accordingly, the Corn-:
mission ‘amended the proposal in its Second Proposed ‘Report and-
Order (20 I .R.'3878) and requested coraments o the rule as ametided.

3. Briefly stated, the rule proposed inthé Second Proposed Report'f
and Order, would ‘require’ any carrier ‘subject t6 the proyisions of
Tltle IT of the: ‘Actior any radio station licenses of - this Commission
owning or having the right to eubheense one or more groups’of elec-:
trical communication patents® to-file annually certain ‘information.
as to such patents.  The comiments received * all urged that'the work-
load necessary for detérmining the patents in‘us¢ about whick infor-
mation ‘would have to be filed, would still'be extremely burdensome
and expenewe under the amended Tiilerw o o T :

4, 0n December 8, 1954, the Commission’ 1ssued its’ Notlce of Pro—_

_posed Rule Makmg in Docket 11228 (19°F.R: 8485), the purpese of-
W]llch Was ' to require “disclosure of ‘patent positiond in- ‘Tule making:
proceedm “Specifically, 'the proposed Tule“would Tequire perdons’
seeking r e making for new or modified standards as-to equipmeént”
in any communications service, or any person filing comments di-
rected to a notice of such rule: makmg to include a statement “‘as to
whether such: person owns or has the right to license patents covering
in ‘whole :or in part. any equipment or apparatus which would be
affected by the adoption or non-adoption of the proposed rule or
standard and,.if such’statement. is;in the .affirmative; [to] include. a
description of the nature of such patent interest.” The comments
filed by the various parties® raised several objections. Some urged
that the language of the rillé propdsed is:fiot sufficiently deﬁmte L)
provide the Commission with the necessary patent information for
rule making 4s to, technical standards; others’ that the proposed rule:
is so extensive in its’ epplloemon that it would provide much patent
information not needed in any rule making proceeding respecting
technical standards; while still others advocated that the Commis-
sion should obtain the patént! information needed during the rule

L The-term ‘‘group of patenis™ was deﬁ.ned in the zule in g-manner. whmh would exempt. t.he sma]l patentg'
holder fromi the Aling requirement, E
9 Afreraf Industries: Association, Central: Committee oa: Radie: Facillties of the ‘American Petroleum -
Tnetitute, the American Telephone & Telegraph Co., Collins Radic Co., Allen’ B. DuMoeiat Laboratories,
Ine. ﬁ“""" Wugess, Titd., the Natlonal Assoglation "of Manufacturers,. ‘and: the Geleral: Elediria Co: stb-
miited commen
8 Seven persons flled comments in Docket, 11228; Central Oommittee on Radio Faciiitles of the Amerlean
Petroteum Enstitute; Amerloan. Telephone & Tel ladg;aph Co.; ‘Collins Radio C¢.; Raytheont Manuasiurs-
kiatygn TV} It} Sgrombar 14 eymmla Elbm-m Produdts, mé. -
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making proceeding, and thus have at hand the most current informa-
tion, respecting patents at the time standards are being considered.
5. 'We have. carefully considered the outstanding proposals anhd
have:concluded that for.a number. of reasons, -the proposed ruley
- should mot be adopted. First, we find merit 10 several of the points
raised by parties filing comments, particularly’ those listed abova
such' as the burden. and expense. on large. patent holders entailed:
by the proposal: in 10090, and the probability that under the rule in
" 11228 much patent information not needed in the rule making pro-
ceeding . would be filed." However, the question is not. solely one of
burden or adverse effect on the patent-holding parties involved——it,
is .also; and even more important, one of sound administrative proce-,

dure. . Under the proposal in Docket, 10090, .and to -a lesser exfent in’
11228, . great, mass.of raw patent data would be supplied to the,

Commjssion, -Tha{ data would have:-to be examined by .a large and -
-experienced. .staff. to. cull .out the particular items warranting con-
sideration. by .us,in the discharge, of our statutory fungtions. The
most compelling redson for rejéction of the proposals is that wé have’
no. guch staff, and that overall gurveillance of this field must properly:
be left. to ether government departments having important and more’
direct: responsibilities to.correct patent abuses and, we believe, the
necessary staffs to carry.out.those responsibilities. It would be con-
trary to sound:sdministrative practice, to require, parties, at con-
siderable expenge..and effort, to file -data which, becavse of its pro-
portions :and :our: own:limitations, this agency. could not effectively
make-use-of, or to. give the impression that we were actually exercising.
" gi.¢goneurrent-jurigdiction with the Department of Justice for g’en_eraﬁ'j
surveillance of the communications patent field, when in fact we were
.-not and, in our opinion, could not appropriately doso. = o
© 6. This does not.mean.that communication patent_information is
not pertinent to our functions. On the contrary, such information,
particularly inspecific. rule making situations; may be of the greatest
Iniportance to us. : And as:such situations arise, the Commission, either
at the time Notice of Proposed Rule Making is issued or at any other. -
timé ideémed - appropriate, can-réquire ~and. obtain the -submission.
ofthe most recent: patent information, .directly.relating.: to.the precise
problem-or:problems’ involved..: Tt is ‘believed; - therefore, .that ‘an’
ad Foc:or cageby-case approach s the most gppropriate and. efficient:
manner of dealing with the question of-what: patent .information
shiould + be ''submitted: in!  particular proceedings - or. rule proposals,
and “that:the general:rules:proposed: irv {10090 and 11228 must be:
rejected as béing -disadvantageous-and ‘unsound ;administratively. ..
“Kecordingly, it is- ‘ordered that the rule making proceedings. in:
Dockets 11228 and 10090; bé and are hereby terminated.: - ...
SR s g - FebERAL CoMMuNIcATioNs: ComMission,*
e aoi o MARY, JANE. MOREIS, : R
Adopied: April 24, 1957, ' '
‘Relensed: April 20, 1057,1. .
1'8ée attched dissedtlag statemeatsiof Commissionérs Bartley and:
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[ OF, COMMISSIONER BARTLEY

‘DISSENTIN_G STATEM

mm sion’ : ectlon termmatmg the proceedlngs in’

i I em' £ the opinion that’ edop on'of a rule eellmg for" the filing
f formation on & régular reportmg basi neceSsary for the'
proper execution of Commission funetions.”” i : J‘
‘T 'believe that objsction ed upon” alleged additional Workloed"f
on patent holders should not mniilitate agemst the &doptlon ‘of-such’ -
riiles. “Where mforme’mon is submiittéd ‘on‘a reguldr reporting’ basis,
it is. easﬂy kept current asa routine mattér.. The Cornmission’ and the'
publi¢ thereby become informedand will rémaincurrently informéd,’
through study’ of '§uch information; as 'to patent’ developments n- the‘
communications field.’ When rule mekmg proceedings’ dffecting: the
Cominission’s’ technical” standards‘are instituted;” the - Commission’
will then” have before it curfent information ag’ ‘o patent questions, if
any, ‘that may be involved in ‘the’ adoptlon of Tiew or improved: tech-
niques, SLch"a Tylé Would make* Unnecessary i separate réquirdment’
(such : as was ‘envisaged by the _proposéd riile in‘ Docket 11228) ‘where--
in parties requesting hanges in‘the’ standards would have to subrit’
statements relating to patent interests. Nor would it be’ necessary;’

if 'we had a regular reporting 'reqmrement to delay ‘the ¢ulmination of:

rile mekmg proceedings pendirig the receipt and study of the impact of
wholly new and: unfann%ar patent information  which - may be sub-‘
mitted, by the parties upon specific'and’ isolated requests. '

‘Tt ep}]lneere ‘to me a patents reports ruls’ would ot only eﬁ'ectrvely_
assast t

e Commission ‘inf ‘carrying out its dutles in" the rapidly ‘ex-
anding fields 'of _commumcetlon but would, in the” long runy ald'!
. materielly in' this"e dzt"'ue shi‘of "busm"ss o

: '.?_ I beheve t,he petent holders Who e hcensees of. t,hls-_-
C‘onumssmn aig'well a5, those: rendering ‘commimication  carrier; serv-
ices; should on‘an annual:bagis; furnigh' this Commission’ with: all: the-
patent information it needs respecting ‘the technical standards it has.
promulgated or-will' promuiga,te for either Safety or Special-Services, .
or for’ Broedcast Sérvices: "My understanding of the! comments filed .
in' Docket 11228 i that the: patent: holders ooncerned mwte 8 Oommls
sion rile for sebving such' & purpose: - — :

~Briefly, T undergtand: the proposal before the OOmIﬂ.lSSIOIl is a eom-:.\
bmed Reéport ‘dnd Ordéer whichiterminates | thei: patent rolesmaking..
proceedmg in‘Docket 11228 :and -adopts. 8 set of rules in Docket. 10090 .
requiring ‘eschcof:the: ;patent holders!I hava..above . defined. t0.: file
annually with the- Commission’ a report listing’the patents; the ¢‘per--
son’’-reporting’ employs in. the transmitters:and receivers he manu-
factures and sells for the operetlons speclﬁed in the Commission’s -
technical tendards for Safety and Special Sérvices and for Broadeast
Services, plus copies of his agreements respecting: the’ petents ‘'hé Jists,
and certam licensing information respecting the sanie patents;*”

It is my further understanding -thet the primary-purpose of the set’
of rules rejected is to obtain the necessary information for ascertaining
whether the Commission’s existing technical standards, particularly
for TV broedcestmg, can be modl.ged go that the opera,t:lons specified
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sy

‘therein ate 7ot Hed down'to ong or riore patents o

t Wh 50 ¢ _ néd or controlled
by ‘one “person,” ~ Unless the Commission’s §tandards are 0. dealth
~with, it I8 oy view, that competitive research Tor improving the
‘pperations required by said standards is stymied, and thus the Comi-
mission’s function to “‘generally encourage ‘the larger and more
‘effective use of radio in the public interest’” is defeated.” '~ ~*
©  As is generally known, there exists a dire need for competitive
research for improving the technical operations required by the Com-
mission’s current standards for TV broadcast stations to the end that
UHF and VHF stations can work together for serving the same sarea
- on a more equal basis than now exists. I think that the patents .
“listed by the patent holders under the rules rejected should be open
- for public inspection, but not the patent agreements or licensing
_ information. The initial notice in Docket 10090 stated this intention
- of the Commission (16 F.R. 12438). These patent number lists would
pool knowledge of the inventions being used in transmitters and
receivers for ﬁ]e technical operations required by the Commission’s
standards. It is my belief that permitting inspection by all inter-
ested persons of the patent lists is consistent with making possible
and encouraging free enterprise in the matter of research for im-
proving the operations specified by the Commission’s technical stand-
ards for the various services for which it promulgates such standards.

Because of patent overlap as to the operations required by the
Commission’s technical standards for the different services involved,
plus the fact that patents last 17 yvears, I believe the patent informa-
tion that would be furnished under the rules would also be ample to

“avoid tying -down the operations of technical standards for new serv-
ices, or for improved existing services, to patents owned or controlled
by one “person.” Additional patent information needed, if any,
could be obtained at the time the. standards for new or improved
services are considered by the Commission, o ‘

It is also my view that the promulgation of the rules I have above
described is nothing more than the Commission exercising its author-
ity to obtain the necessary information for carrying out its functions
under sections 303 (e) and 303(g) of the Communications Act of 1934,
as amended. Moreover, it is my belief, that such information is

. necessary for the Cominission to ascertain whether or not there exist
patent practices which interfere with the performance of its duties or
functions pursuant to sections 303(e) and 303(g}. The Report and
Orxder of the majority seeks to escape the need of the proposed single
set of rules by saying the matter is one for the Department of Justice.
It is my view that such is tantamount to saying the Department of
Justice is responsible for the administration of section 303(e} and

303 (g) of the Communications Act. a '

I further understand that small patent holders need not file reports
under the rules, and that the lists of patent numbers to be furnished
by those reporting respecting the transmitters and receivers manu-
factured and sold by them for the operations specified by the Com-
mission’s technical standards, constitute nothing more than the num- -
bers which would be used for marking patented equipment

~manufactured and sold according to section 4900 of the Revised

" Statutes (35 U.S.C.; 1946 ed., 49). The remaining part of the infor-
mation called for by the rules, i.e., patent agreements and licensing
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;mformamon has been furnished the Commission by several of the
‘larger patent’ holders since 1942, as to all their respective patents on
a semi-annual reporting basis. . Thus, it will be seen that the rules
‘would not place a burden upon the patent holders reporting. Tt is
also apparent that the filings under the riles Would not inerease the
work of the Commlssmn to an _extent that its present staff WouId nob
Dbe adequa.te PR . : :












