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FOREWORD

ThlS report, prepared by Herschel Olesner ass1st&nt counsel for the
Senate Subcommittee on Patents, Tra,demarks, -and ‘Copyrights, re-
vealy that the Federal Aviation Agency in its short existence has
developed ‘2 ‘patent policy which could well become: the model for
other regulatory agencies and departmerts in the: Government. = -

It is interesting to note at this point that the FAA’s policy comes
‘the closest of any of the regulatory agencies which are engaged in the
- contracting of research and development work: to meeting the stand-
- ards of 8. 3550, Whmh I mtroduced in the 86th Oongress on May 19
1960—

. to estabhsh X natmnal pohcy for the acqu1s1t10n a.nd dispo- - .
~sition of patents upon inventions made chiefly through the
expenditures of public funds. L '

- The bill provides that—

* the ‘United States shall have excluswe rlght and tltle to- any o
. ““inventions made’ by any person in the performance of any
- obligation arising from any ‘contract or lease executed or
- grant made by or on behalf of the United States. -
- Notwithstanding any law, custom, usage, or practice to
the contrary no mventlon resulting”’ from a'resesrch contract -
~or_grant financed by the United States’shall be’ patented
other than-in the name of the Tnitéd States and no patent = -

* - resulting from such & contract of grant shall be issued, as- =
- gigned, or otherwise transferred to any person, corporatmn el
cor assocmtmn ds compensatlon under any such contmct or
.gra.nt :

Such & Bill needs to be enacted into law if the public mterest is to
be advanced by patent policy because the Congress has deleg&ted 8
substantial share of its gawmalcmg ‘powers to the various agencies.
‘Many of these agencies have bécome, by a subtle metamorphe&is; not
the regulators of the segment of commerce entrusted to tgelr super-
vision by the Congress in their enabling acts, but instead the spokes-
men within the Government for that segment. In the absence of a
“clearly defined patent policy for Government agencies and depart-
~ments, the several agenciés and departments have gone their own
several ways. Happily the new Federal Aviation Agency, which
came into existence on January 1, 1959, has set out to make the
advancement of the public interest the hedrock upon which to build
its patent policy.
This is clearly seen in the three features of the policy which have
been delineated by Mr. Clesner’s study. The FAA necessarily has
“great power for the adoption of standards respecting aviation devices
and systems. In this connection the FAA has adopted a policy of
-securing in advance from the patent owners of any devicé or system
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v FOREWORD

about to be adopted by the FAA a written agreement that the patent

. owners will license the manufacture and sale of any such device or

systems to the end that the patent monopoly will not result in a lack

~of availability of such dev1ees or Systems or their purchase af un-
reasonable prices.

In connection with research and developmenf projects initiated or
sustained by the expenditure of public funds, the FAA retains the
patent rights to any device or systems developed by such expenditure.
This.is, of course, only the application Wlthm FAAs Jurlsdlotlon of -
the prmolple sat forth in S:855000 - .y

In a similar regard FAA attempts. to récover 1esearch and develop-
ment costs covered by the expendjture of public. funds by a system of
licensing the manufacture and sale of iteras developed under its. Te-
se&rch and. development contracts.

- This: report is' 10th in a series dealmg with the patent practlces of
various agencies of the Federal Government. The purpose and scope
of these reports has been fully described in the forewords of the first
two covering the Tennessee Valley Authority and the National Sciénce
FOund&tlon regpectively.

It is mterestmg to note.in closing that in connection Wlth pro1ects
~financed jointly by the Department of Defense and the Federal Avia-
. tien Agency, the FAA’s policy has prevailed. Since this Dpolicy is one
grounded in g firm belief in the advancement of the: publi¢ interest, it
1s one which.should commend itself to other agencies and depart.mente

In closing I should emphasize that, while { personally am pleased
to find that the FAA is developing a pohcy which would comport with
the Government patent. poliey. that I:envisioned when I introduced
8. 3550 in the 86th Congress to establish a national patent policy in
connection with the expenditures. of. public funds, publication. of Mr.
Clesner’s study should in no manner be considered as representing an
endorsement of that policy by -the Subcommittee on Patents, Trade-
marks, and Copyrights. The study is being printed as a contribution
to our, knowledge o? the patent system and in the hope that its publica-
tion will stimulate further thought and discussion.upon patent matters
in general and Government pa,tent matters specifically.

‘ Josepr C, O’MAHONEY
C’hcmmcm Subcommzttee on Patents deemaﬂcs and Oopy—

o rights, O’ mm@ttee on the Judemcwy, US Senate .

DECEMBE.R 5 1960: 7 e
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FEDERAL AVIATION AGENCY

: © ], LEGAL AUTHORITY. As To PaAreNTs = 0. 0
.'The:Federal Aviation-Act of 1958 :(Public Law 85-726; 72 Stat.
740)- created . the Federal 'Aviation Agency. This ac¢t contains no
language specifically relating to the handling of patent matters by
the Federal Aviation: Agency. -However, section 312(b) of the ‘act
directs - and: empowers:: the - Administrator . 6f the Federal . Aviation
Agency.to undertake development- work relating to the création of
improved - aircraft, aircraft .engines; propellers, and appliances (49
" U.S.C. 1353(b)). - The Administrator is-required by section 312(c)

to develop, modify, test, and evaluate systems, procedures, facilities,

and devices to: meet the needs for safe and ellicient navigation and
traffic control of all aviation (49 U.S.C. 1353(c)).. Thus, the Federal

Awviation Agency contracts for and carries: out projects which may
. produce inventions. - The Agency’s employees, ‘as & result of their

duties, also have the opportunity to invent or create innovations.

- The Federal Aviation Agency ‘has not interpreted section 312(c) as
‘requiring the Agency to:develop any special patent or information

policy. ‘The only provision:in this section’ which relates to -this
-subject is the final sentence which requires that the military agencies

make certain technical information available to the Agency.
.Technical information conecerning any resedrch and devel-

. opment projects of the military agencies which have potential
application to the needs of, or possible conflict with, the
common systein shall be furnished to the Administrator to

- 'the maximum extent necéssary to insure that common

" system application - potential is properly considered and
' potential future conflicts with the c¢ommon system are
o eliminated., . oo
The means by which this information is obtained. is, the Federal
Aviation Agency believes, a matter exclusively within the province
of the military agencies. . U S - R
While the Federal Aviation Agency has not been directly authorized
to purchase or sell patent rights, it is the Agency’s opinion that this
authority exists wherever the purchase or sale of such rights is reason-
ably required in connection with some authorized Agency activity.
Thus, section 312(c) of the Federal Aviation Act of 1958 authorizes
the Administrator to develop, modify, test, and evaluate air safety
gystems, facilities, and devices, and section 307(b) authorizes him to
acquire, establish, and improve air navigation facilities. Under this
interpretation the Administrator must be presumed to have authority
_ to acquire. any. patent right required to carry out properly any of
these functions, or which come to him as a natural consequence of
 these activities. The Administrator has broad authority to dispose
- of property and rights under section 303(c) of the same act.

1



9 . PATENT PRACTICES OF THE FEDERAL AVLATION AGENCY

The Feder&l Avlatlon Agency, as other. Government agencies, has
authority to issue research grants to nonproﬁt organizations, 1f it so
desires (Public Law 85-934). :

II PRESENT PRACTICE

A. ADMINISTRATION
1. OTgamzatwn

The Federal -Aviation Agency does not, as; yet employ a patent
attorney, for the number of inventions developed through contractor
and employee research has fiot ‘warranted ‘such’ a full-time -employee.

The - administrative organizations within’the’ Federel Awa.tlon
Agency that ideal with patent:policy and.practices areii: .

+The Office’ of' Management Services, under. an: Ass1stant Admmls—
trator; ‘is: responsible “for:~developing’. précurement: policies.” The
Materiel- ‘Policy Division :of -this : Office: develops: procurement -(in-
¢luding patent) policies; formulates ‘the regulations-required to:carry

+out these policies; and: coordinates them with :the other interested or
_a,ffected organizations bothswithin. and outside the Agency.b: -
<The General Counsel has the responsibility: for :all Ie al Work in
connection with' procurément * and ‘patent: matters:. o - Grerieral
Liegal Services Division of the Office:of the General: Counsel under-an
Associate General ‘Counsel; provides-legal counsel  and review in the
' development and -writing ‘of ‘procurement regulations:and'contract
provisions relating to-patent ‘and related rights,. This Division also
processes employee patents, and provides advice ‘on patent problems
~ which ‘arise in ‘connection Wlth the trensectlon of the Agency B! bum—
mess. 1
The Bureau of Researoh and Development headed by a Dlreetor
carries forward, primarily through . contract, the Federal Aviation
Agency’s research and: development work. It also tests, evaluates,
and recommends new systems and devices being considered for. adoP—
tion by the Agency. The Contracts Division of this Bureau negoti-
ates or awards, the contracts for. research.and development which
contain provisions under which the Government acquires patent and
related rights. | When the Bureau considérs recommending adoption
of a system or navigation aid which is sub]eet to privately held patent
rights, the Contracts Division also negotiates with the holder of the
rights to establish’ the térms by Whlch thi dev1ce or system will be
made available'to ‘the public. 7+
. The Bureau of Facilities and Ma,terlel headed by a- Dlrector
i§ Yesponsible fof ‘the’ procurerhent ‘of the navigation aids and systeme
which are installed by the Agency. The Materiel Program Division
of this Bureau’ awards of riégotiates procurement contracts which,
when ‘appropriate; contain prowsmns under whleh the Govemment.
acqilires patent and related rights. - -
" The O%we of Personnel‘and Training; under an Ase1stant Admlms—
trator, is responsible’ for developing and formuletlng personnel policies
and practices including (to-the extent that this Agency has' such
authority) those which govern employée-management relations with
respect to mvenmone beneﬁolal suggestlons, a,wards a,nd sumlar
matters ‘

" 18eé App. B P 14



PATENT PRACTICES.OF THE FEDERAL AVIATTON AGENCY 3,

. As & new agency, with: as yet no: mgnlﬁcent volime: of patents, the:
Federel Aviation::Agency feels .that the present organization” ca,n,
adequately handle its present patent policies and programs. :

2. Performance statistics ' .~_'

~The following :are.the patents which were: obtemed epphed for

. and :owned by the Agency (including its predecessor agencies, the Civil
Aeronautics: Admmlstretwn end the AlI‘W&._YS Modermzatlon Boerd).
during the past-11:years: :

' +Patent: No: 2,634 802 for &t shoulder herness for occupente of
. - vehicles: (mcluchng aircraft: passengers), issued on April 14, 1953.
< and assigned to-the Department of Commerce upon &ppheetlon,
.- tof Philip W. Stramm. .. - ,
i Patent No. 2,832,059 for an eutelde llghtmg syetem for air-
i cra,ft issued-on Aprﬂ 22,:1958, to. Charles- Adler Jr and ess1gned:
to the Civil Aeronautics Administration. : -

- Patent No. 2,809,633 for-an.adhesive- type oxygen mask 1ssued
on-October- 13 1957 and: assigned to:the Department of Comi-

v lmeres; upon ! applleetlon of dohn J;:-Bwearingen- ahd. Errest B.
o -'1~MeFedden -and related patent No. 2,921,581 subsequently issued.
SR ) ¥ Jenuary 19,1960, ‘to John Sweanngen and also.assigned to’
-+ the:Seeretary: of - Commerce Both epphcetmne were - ﬁled o1
.0 Octoberi21,:1955: i :
It is:the Department of Commerce 8. p051t10n ‘that, these petents
are:to be-administered by the Federal Aviation Agency as they were
-obtained by: predscessor’s functlone of Whleh -are Now. vested in the_
Federal Aviation-Agency: . 1
‘Since-its-creation on Jenuery 1 1959 the I‘ederal Awetlon Agenoy,-
hae not:filed any patent a,pphcatlons becausé.of the insufficient, time to
generate and process inventions for patent applications. During this
tlme six patents were issued .on applications filed by predeeessor agen-
¢les. . The Government obtained a license to manufactire and use the
inventions under five of the paténts and the Government was assigned
the tltle to the elxth patent (patent No 2,921 581mSweer1ngen) :

0 . B. POLICY 'AS TO RETEN’I‘ION oF TIILE.
1 By employees B '

The Federal - Aviation Ageney 8 pohcy ig governed by Executlve
Order 10096,% ““The Regulations. of the Government Patents Board”
(37 CFR,. Pts: '300,°301), and (by .virtue ‘of statutory: and -internal
regula.tory provisions - continuing in-effect for the :Federal Aviation:
Ageney the regulations of the Civil Aeronautics Admmlstratlon) De-
partment of :Commerce' Administrative Order:201-8.%  These regula-
tions provlde ‘that any invention- developed in : éonnection with an.
employee’s ‘work, during Goverrniment working hours, or:developed
through the use: of Government equipment or facilities is the property:
of the Government. The Government; if it believes the invention 13
patentable and: veluable, may apply’ for both domestic and foreign
patents’in the inventor’s name, and Tequire an- outright assignment.
to the Government. - The Federal Aviation Agency will:also obtain,
where the publie mterest warrants, patents 'on inventions created by
mder 10096 promulgated Jon, 23,1650 15 TR 389 “Found as App. A on ) 17 ot 'the
“Patent Practices of the Government Patents Board,” Reper: of the Subcommittes on Patents; Trades

marks, and Copyrights of the Committee on the :rudww;y, U.S. Benate, Sﬂth Oong lst sess oo
1 3ec App. C, . 14 ’ T

83140~-61——2



4 PATENT., PRACTICES - OF 'THE FEDERAL “AVIATION AGENCY

its--employees -outside’ their - Government -employment, retaining a
royalty-free, nonexclusive, nontranaferable license to use, or have its
suppliers use, the patented invention.. = @~ .~ ol
2. Contracts and granis RTINS RN L B

(@) Procurement contracts.—No rights te inventions or patents are
asked for or received where the procurement is (1) for an. off-the-
shelf item-—for example, a fully developed device where supplies-are.
.procured under a standard advertised invitation for'b ds—or (2) where
‘no part-of the price is based upon design or'developmental work. - In
2 fixed-price negotiated procurement where the conhtractor includes in
‘his frricing. the- cost of design or developmental work, or-where, in a
cost or cost-plus-a-fixed-fee contract, the cost of design-or develop-
- mental work will'be-an allowable cost, the Federal Aviation Agency
obtains from- the contractor the same rights the Agency receives under

research and development contracts. i .. L :
() Research and development controcts.—Federsl Aviation-Agency
obtains all useful data, and patent rights to all iventions made under
research and development contracts.” Tn the application of this policy,
there is no difference in the Agency’s treatmant of industrial coneerns,
private research concerns, and educational institutions. - Where the
Government pays the cost, or pays a price which includes the antici-
pated cost, of research or developmental work, it is the policy of this
Agency to keep rights to any inventions resulting from such work.
Where the price to the Government incudes the entire cost of the.
research or development, it is the Federal Aviation Agency’s policy to
obtain all rights, including title to the patent; where the contractor
" shares a part of that eost, it is the Ageney’s policy to share the rights
to such inventions, generally in proportion to the respective contribu-
‘tions of the Agency and contractor. S RS
- The present-policy of the Federal Aviation ‘Agency is represented
in practice by the Federal Aviation Agency’s standard “Patent Rights”
clause used 1n existing contracts.! "The present policy was initiated
or evolved as of December 31, 1958. -The policy is officially expressed
in the Agency’s statement on “Refention of Rights'’-—Federal Aviation
‘Agency, Office of Managémernt Services Procurement Circular No. 1,
August 24, 1960, and Agency Order 56 of the Federal Aviation Agency,
November 1, 1960, signed by Elwood Quesada, Administrator.t The
Federal Aviation Ageney’s predecessor, Civil Aeronsutics Administra-
tion, was never authorized to-éngage in any substantial: amount-of
research or development.” In the few contracts that were let, it fol-
lowed. the sameé: patent practicés as the military agencies in that it
usually used thé ASPR (Armed’ Services Procurement Regulations)
‘standard ‘‘Patent Rights” clause in-its development contracts. -The
ASPR clause givées a license to the Government to manufacture’ and
uge the invention, and permits the contractor to. own and freely
exploit the invention commercially.. - - = - R
. The Airways Modernization Board, the other predecessor, was ecre-
ated in 1957 to .develop and evaluate air navigation and air traffic
systems, . Many of the devices which it developed or approved would
- have to-be purchased and installed-by private;, commercial, and local
government aircraft and. facility operators. . The ASPR- “Patent

T4 ADD.T, "Patent';lR‘i_ghfs” clanse, pp. %2-28.
& App. B, see p, 14 for eireular,
4 App. A, gee p. 13 for order.



PATENT PRACTICES OF THR FEDERAL AVIATION AGENCY 5

Rights” clauses were inadequate, in this connection. - The Board
felt that it would be manifestly unfair for the Government t6 pay
for the development of a device, require the public to use it, and give
~the company it paid to do the work a monopoly on marketing the
device. = To insure that the public for which it was developing safety
devices would have free use of them without paying royalties to the
companies that had been fully paid for developing them, the Airways
Modernization Board deveéloped its own language. , o
. The Federal Aviation Agency has integrated the contracting policies
of its predecessors, the Civil Aeronautics Administration and Airways
. Modernization Board, and is adapting arnd modifying them so-the
i&g;ncy may ecarry out the purpose of the Federal Aviation Act of
958, . - . L S :
The Agency’s present policy and practice differs from the earlier
policy and practice of its predecessors.  However, the Federal Aviation
. Agency has outstanding contracts using the prior ASPR and modified
ASPR patent rights language which give greater rights to the con-
tractor than its present standard ‘“Patent Rights” clause. The
Agency has also in a number of instarnces modified its present standard
“Patent Rights” clause due to contractor’s equities which were con-
. gidered in the course of negotiating the contract. : o
The 173 existing Federal Aviation Agency contracts made since the
Agency was created have been studied. Their “Patent Rights”
clauses disclose the manner by which, in actual practice, the Federal
Aviation Agency’s patent rights policy -operates and has evolved:
The various patent clauses found in these contracts have been num-
- bered 1 through 20 and may be found in the appendix of this study.”
The Federal Aviation Agency’s standard. ““Patent Rights” clause
@s clause. 1 which may be found in the appendix.! The clause stated
n part: .. e e e T
- Whenever any invention,’ iimprovement; .or -discovery
. (whether or not patentable) 18- made or conceived. or for the -
-+ first: time actually or constructively reduced to practice, by.. . .-
- the Contractor or its eruployees, in the course of, in connec-. -
-tion with, or under the terins of this contract, the Contractor
-ghall immediately givé the Contracting Officer written notics.
thereof, and -shall promptly: thereafter-furnish. the Contraet--
.. ing Officer with complete information thereon; and the Secre- . .
= tary? shall have the sole and:exclusive power to determine. -
whether or not-and where a patent application shall be filed; ... ..
" and to: determine: the disposition of: all fights in such-invens ;.-
. tion, improverment, .or discovery, including title to and rights . - -
.:-under any-patent:application .or- patent that-may issue .
Sthereon: o oot s tocil o e e L e s
- The contractor is-also obligated to’ obtain patent agreements from
' its employees 16 carry out the purpose of the referred to language and
to indert 1 each subcontract having réséarch or dévelopment work as
a purpose, provisions which will make the quoted language applicable
to the subcontractor and its employees, ~— ~ -+ o T T
8 ADD. T, p. 23. "

3 The torm “Seeratary” is msed in the FAA contracts and reguletions to denots the Administiator, 'This
is done in order to be consistent with the terminology of the Fedéral Procurement Regu]athns; A




6 PATENT PRACTICES OF THE FEDERAL® AVIATEON AGENCY

*“Patent Rights” ¢lause 2 found in ‘appendix J is the latest modifi«
cation of clavse 1, and it further guarantees the developer-contractor
- a reasonable opportuiity of participating in the development of thée
invention; 1 ““ Patent Rights’’ clause 3 is the same clause adapted for
uge in contracts under which subcontracting is not permitted; 1 “ Pat-
ent Rights’’ clause 4 is‘almost identical to clause 1, however, making
explicit the Government’s obligation to attempt to obfain the patent
rights which may result.’® These ““Patent Rights” clauses are con-
tained in 91 of the 173 research and developmerit contracts including
all of the miost recent ones, . T
. “Patent Rights” clauses’5 and 6 found in appendix J are the Federal
Aviation Ageéncy’s standard clauses modified to permit the contractor
~ to retain background inventions fully developed by him prior to the
daté of the cofitracts,®  The Agency states these’ clauses are used
where the contractor has dohne a $iubstantial amount of company=
financed work which will contribute to the equipment being developed
under the contract. Three such clausés are found in-the Agency’s 173

research and development contracts. o o

- “Patent Rights” clatse 7 is similar to the standard “ Patent Rights’"
clause, except that it places a time limit on the Government’s right to’
file. patent applications, and gives the contractor that rtight if the
Government does not, exercise it.** This clause was used in one con-
tract in which the Agency reported that the contractor had a very

substantial background position, . - 7 ,

“Patent Rights' clatise 8 is'a modification of the Agency’s standard
“Patent Rights” clause and was used i’ a single contract during the
earliest period of the Agency’s present policy.® Proposals had origi-
nally ‘been solicited on the basis of inclusion of the standard ASPR
“Patent Rights” clause, and the Federal Aviation Agency’s new
policy came into effect during negotiations. Accordingly, a '¢oms
promiise clavse was written which limits the Agency’s right to dispose
of the patent rights only to domestic air safety applications’ of any
resulting inventions and with respect to other applications the Gov-
ernment: receives s royalty-free, nonexclusive license -as under the
Armed Services Procurement Regulations-“Patent Rights’’ clauise.

“Patent Rights’’ -clause 9 is: a modification of the standard .clause
which wag used-onee in a'contract: with a company which the: Ageney
stated had a very substantial background pogition in the field covered
by contract compared to the-armountinvolved in this contraet.’® The
- contractor was the:sole source for necessary work, and insisted on this
modificition as s condition- to: its acceptance. of the contract. - The
clause retained for the eontractor all rights to its background inven-
tions fully developed prior tothe date ‘of the contract, and granted
the contractor an irrevocable, royalty-free license to manufacture
and use any inventions developed under:the contract.

. ‘““Patent Rights” clause 10 is adapted from the standard ““Patent
Rights” clause; it was used in one contract negotiated for the Federal
Aviation Agency by the Air Force which was assigned responsibility
for awarding this contract in connection with a joint Department of

1 App. J, p. 23.
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Defenise-Federal :Aviation Agency .program.” . The clause reserves
trble in the Government but provides that the contractor shall re-
ceive either an exclusive or nonexclusive, irrevocable, royalty-free
license to manufacture and use-any 1nvent10n pa,tented by the Gov-
ernment in convection with the contract if the contracting officer de~
termines, on the basis of the degree and character of public interest,
‘that the use of the invention involved is slight, Under this clause the
.contractor may be penalized 1f he does fiot submlt the reqmred reports
and disclosures, . . :

“Patent Rights’” clause. 11 was used in one contract ]ust prior to’:
‘the introduction of the present pohcy B [nder this clause the Ad- -
ministrator has authority to require the. contractor to license all
-qualified manufacturers who wish to produce the invention for aero-
nautical purposes whenever the contractor has not met the pubhc g
need for equipment covered by the invention by supplying it in ade-
‘quate quant.lty and at a reasonable prlce, or with equlpment of
.appropriate qua lity.:

“Patent Rights” clauses 12 throu h 14 a,re adaptatlons from the
standard ASP% “Patent Rights” clause under which the contractor
retains title but the Government gets “the’ right to'license inventions
«developed .under the:contract whenever the contractor fails to de~
-velop them in the public’ mterest ¥ The" dlfference between these
‘three clauses lies primarily in the manner in’ which foreign patent
rights are treated.” The Agency reported that these clauses -are used
for projects begun under military contracts when ‘there is an oppor-
tunity to renegotiate the terms. relating to patent rights; they are
also- used wheéré the contractor shares, to a very substan‘oml degree
the cost of the development. These clauses are contalned in'9 of
‘the Agency’s 173 reséarch and development contracts. '

“Patent Rights’ clause 15 is similar to clauses 12 through 14 “but
limits the Government’s licensing rights under the patented mventlon
-0 the field of air traffic contrel.¥ - It wasused only with one contractor,
and has been superseded. by . clause 14, with that:contractor. .

- ““Patent Rights’ clauses 16 through 20 are the standard ASPR and
‘similar clausés which were used prior to December 31, 1958, in 64 of
the 173 research and development contracts.” These cl&uses have :
not been-used since that date. " .. .

(¢) Under military contracts ha,vmg potentml applwatwn to the Fed-
eral Aviation Agency~—In instances where contracts are jointly fi-
nanced by a military. agency and Federal Aviation Agency, the Fed-
-eral Aviation Agency’s patent policy has been applied; where contracts
are financed exelusively by:a military agency, the Department of
Defense patent policy, as expressed in the Armed Servmes Procure-
© ment Regula.tlons apphes
=The Agency’s pohcv i§ to retain and &cqulre technlca,l 1nf0rmat10n
“know-how; spécialized- procésses, and: proprietary- rights, ‘other. than
“patents, tothe garme’ ‘exteiit that itretalns end acquires patent rights.

Where' appropriate; the’ Federal “Aviation “Agency’s ‘practice and
contract clauses retain for the Government the sole property rights to
- -motes; designs Edrawings, specifications, and technical data, including
Lall proprietary rights. of any nm;ure, produced in the performance of

i APD. T, D. 29 R )

18 A J

1 App .T pp 35—47

20 App. I, 'p. 47.°
2 App b bp. 52-70.
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the contract; *? it retains for the Government and others atthorized by
the Government the right to publish, translate; and reproduce any
‘drawings, sound recordings, and writing which are specified to be
delivered under the contract; ®* obtains the right of access to inspect
‘and make copies of all notes, designs, drawings, specifications, and
_technical data pertaining to the work done under the contract; #* and
denies to the contractor the right to publish or distribute any informa-
tion regarding the objectives, results, or conclusions pursuant to the
contract without first obtaining the written consent of the ‘Agency.® -
Very recently the Agericy has incorporated a clause in appropriate
‘contracts ‘which' requires the contractor to report or disclose any
improvement in design of the articles called for tnder the uncompleted
contract which is not incorporated in the articles to be'delivered as
well as any alternative or improved method of accomplishing ‘the
.objectives of the uncompleted contract, which ig not employed in the
performance of the contract.®  This notice calls for statement and
description showing the relationship to the work under the contract
and the effect which such an improvemeént or method would have on
ﬂi%l work required under the contract if it were incorporated-there-
dnder. o e e
"{d) Grants.—The Federal Aviation Agency has made no research
‘grants to nonprofit organizations and; therefore, has not formulated a
policy regarding patént rights which might be derived from inventions

developed s a result of such research.

Tt @, FOREIGN FILING
1, Employees patents - - 7 0 S
" The Federa] Aviation Agency has never filed any application for
foreign patents, ~ . . . o o
2. Contractors-and graniees patents . ' T
" The Agency obtains the foreign rights to any inventions resulting
from work for which it pays the cost of research and development.
However, as noted above, the Agency has never filed any applications
for foreign patents. -~ - : ‘ i

D. USE OF PATENTS BY PARTIES RETAINING TITLE
1. Employees IR : - L S
"~ The Agency’s policy is to obtain title in aceordance with Executive
‘Order 10096.77 The Agency has no information as to the use made of &
patent in those instances where the employee retains title.- - .
2. Contractors and grantees ' o , _
.~ 'The Federal Aviation Agenecy contractors have filed patent appli-
“cations on inventions developed under.Government research and
development contracts, but the. Agéncy is unable at present to.provide
‘information. on the extent to which such inventions may be used. .
‘3. The Qovernment- -~~~ 0 - R
" (@), Directlyy—As a new organization, the Federal Aviation Agency
has Dot Ticensed or otherwise disposed of any patent rights acquired
1 App. H, “Trawings and other data to become property of the Government” clause, p.21. . .
3 App. E, “Rights in data-nnlimited” clause, p. 20. o o
N ADD. I—]’, “Tirawings and other dats to become property of the Government® clause, p, 21.-.
8 App. T, “Publications” ciarse, p. 21. -
f: é_pg.g, :é\InEW features in design’ clause, p. 22,

e1inrs fantninta 9.
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sources have not proved useful to the Government... ;. . ... -
Research and development people in the Agency have reported
-that the patented invention.covered by the claims of patent No.
2,634,802 (shoulder harness for- aircraft passengers) has been adapted
for use in several models of & commercial aireraft.  This patent was
+issued -in 1953 .and was originally assigned to the Department of Com-
merce. . Under the Department of Commerce’s and the Civil Aero-
nautics Administration’s policy the patented invention was available
“to .anyone on-a nonexclusive, royalty-free ‘basis and the Department
:does not-sue anyone for infringing. patents which are :assigned to it.
. 'Therefore, in.many-instances manufacturers -do make and. use these
.Governmeént-developed inventions without going through the formal
-steps .of .obtaining a license -and-'the -Governient would not have
-any.direct information ag to.the invention’s use. - ..~ . o
“:.-I'he ‘Adler external lighting system for airlanes:covered by .the
-claims of patent No: 2,832,059 arid assigned-to the Government is
now being evaluated for air safety and navigational purposes along
-with the 12 others by the Bureau of Research:and Development of the
Agency. If this system is recommended by the Bureau and approved
“by the Agency, it will have:considerable commercial use. . . 7
. There are. many other devices under development by this Agency
‘which may-be usable commercially: :These include a variety of safety
~devices for installation-in ‘aircraft, and ground equipment; designed
- -primarily for air traffic control or navigation-but which may be useful
in -other applications. . The Federal Aviation Agency has not yet .
.received any patent rights to these devices. - Consequently, the Fed- -
-eral Aviation Agency hasnot licensed any patents for commercial use,
-and has had no experience that would indicate whether it was imprac-~
tical to exploit these patents with or without an exclusive license.
The Agency, at present, neither directly receives nor pays royalties
as compensation for the use of patents.
However,. the recent contracts of the Federal Aviation Agency
which reflect the present“Patent Rights” policy?® also usually contain a '
““Recovery “of Developmental -OOSt’s”-'(ﬁause.““ “This" reqiires the
“contractor t0 make certain’ payments to ‘the Government where the
contractor sells to others equipment which is substantially the same’in
design or directly. derived from that developed by the contractor in
carrying out.the contract. . These payments ar¢ up to 7% percent of
the total income received ‘by the contractor when it sells, and 334%
percent of the total income received as royalty or payment for technical
data allowing..others to sell such equipment. The Government’s
ncome recovery is limited,; in.any event, to the cost for the develop- -
ment: of equipment in: question. .. - . .. .. o .y
Under this clause, the contractor is. also required to report.to the
Agency all sales, royalty, and licensing agreements which may be
considered subject to the confract and the contractor must promptly
at reasonable periods render accurate certified accounts to the
Government, - " oo 0 0 o
(6 Application of technical standards, rules, and regulations—The
Federal Aviation Agency’s technical standards, rules, and regulations
_ governing the design, materials, and construction of aircraft, aircraft
engines, propellers, appliances, inspection, servicing, overhaul, and

2 App. A, D. 13,
3 App. D, p. 19,

‘by-contract, and the patent rights the Agency has received from other
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reserve equ1pment :and facilities are: usually general in nature per-
‘missive, and involve the application of objéctive standards. Zhese
-'regula,twns are addressed fo the result to beachieved, rather than the
-neans to be used; the selection of the means.is left to the’ person
‘eomplying with' ‘the standard, ruls, or regulation involved. Thus; as
a general rule, the Federal Avm,tlon Agency feels that their standards
-rules, ‘and regulatlons in these areas cannot per se reguire the use o
“g0y - parmcular patented “device. - However; the Federal Aviation
“Agency-does install and-approve parmcular nswlgatlon aids and sys-
‘temns ‘which may reqdire the use of some related patented device by
-the public if it is to benefit from: the particular aid or system. - In
“this’ connéction the Agency" ‘attempts to-make sure that_the device
‘will be available in sufficient: quantaty, with adequate quality; and at
‘reasonable ‘enough price; -to ‘satisfy’ reasonably the public’s require-
ments. The Federal Aviation ‘Agencyistates 1t knows of mo case in
swhich' any ‘technical réquirement of the ‘FAA or any establishment
“by ‘the Agericy of 'a navigation aid or’ ‘System requiring the-use of:a
complementary patented-device by the user, has made it necessary
for the user to deal with' any parmcular suppher or to' pay unreason—
‘ably highiroyalties: i .
When the Federal Avm,mon Agency conmders adoptmg a particular'
‘havigation: aid or system which the Agency knows might involve ‘the
“use- by’ the public 'of an exclusively held: patented invention, the
‘Hederal Aviation: Agéney officials meet with the holder:of the patent
-rights before the' decision is ‘made.' The interest ‘of the Agency in
- ‘proteciing the pubhc against: scarclty, poor quality, and high price is
explained; ‘and in -évery cage a written: commitment has been given
by the patent: holder: to-license & reasonable number of competent
-msmuiacturersi on’falr and reasonable terms

III ':'AGENCY VIEWPOINT

SAL JUDGME‘\TT AS TO EI‘FECT‘IVE\ID:S GF PRESENT POLICY

- The Federa,l Avmtlon Agency has stated in a letter to Senator
._.-;Josuph C:. O’Mahoney, cha:rman Subcomlmttee on Patents Trade-
e-ma,rks and Copyrights: . fa ,

- W believe that a pohcy such as ours under W]llch the Gov—i-"‘
'*fernment sots title to inventions is more likely to’ stimalate
, -commercml development becausé the'invéntions will ‘be made
*tiore generally available for commiereial exploitation. e
- Our patent policy could return to the Governiment its in- =
vestment in' the developrirent of a device upon its commercial -
sale by a licensee of the Goveriment: under the pa,tents N
‘ Whlch the Govemment m1ght recewe = - E

, of recovermg the"'”
‘Government’s cost of developing a product through royalties .
- _is, equitable and proper. ; In effect, it provides a meehanism .
_to shift the burden of paying for. the development, from the -
. general taxpayer to ‘those WhO beneﬁt from. the work, t.he.. ‘
. purchasers of the product. ...« ..
£ *

" 'We, feel niost: strongly
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- Under the p the Government
-It- i : i BNy e

gained under ‘a pr
tract gives him an advantage over his competitors in the
irfitial exploitation: 'of ey prodict ‘which restilts. There is
no-way to avoid this competitive advantage. “However,
.tage are-shared by the public. This related policy, 1o
necessarily dependent upon the existence of patent rights,
applies to all our research or developmental contracts which
are likely to result in & commercially marketable product.
The contractor must agree to pay & royalty to the Govern-
ment on all commercial exploitation of that product {(exclud-
ing sales to other Government agencies) until the Govern-
ment’s cost of developing the product is recovered.

__There can be no advantage to a particular firm, beyond
-the initial competitive advantage just discussed, as a result
of any action of this Agency which makes use of a particular
device necessary or desirable by the public, if the patents to
that device have been developed under & Government con-
. tract and the Government has taken title to these patents,
The Government can insist on terms adequate to protect the
public and to insure equal competition when it grants lHeenses,
Where the device has been invented through some firtn’s own -
efforts, the policies and practices of the Federal Aviation
Agency as described in section IT, D, 3b (present practice of
use of patents through the Agency’s adopted technical stand-
ards, rules, and regulations policy) of this report provide, we
belisve, adequate protection to the public.

% % %

It is our view that the Agency’s policy as to the retention
of title is an appropriate policy for the acquisition of patent
rights by this Agency. We feel that the patent rights ob-
tained through the application of this policy should be
exploited to insure a plentiful supply of necessary and useful
devices to the public at reasonable price and appropriate
quality and to recover to the Government its cost of develop-
ing the product. . .

We believe that our present patent policy provides maxi-
mum utility to the Government and is best suited to promote
the public interest. Consequently, in answer to your
question, we do not think that a different policy by this
Agency would prove more useful to the Government or better
promote the public interest. ‘

* * * :

We believe that our patent policy does not discourage the
making of inventions. Under the standard industry em-
ployment contracts, the firm which does our research,
developmental, and related work would generally get the

68140—61——3
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rlghﬁs ‘to’ their employees y .
not. Tt should make no dlﬁerence to the employee Who :
actually does the inventing, whether his invention becomes’_
the property of his employer or, under the Federa,l A\na.tmn”
Agency pohcy, the' property of the Govet ment _

Consequently we. feel there is oineed to depart from our::
present pohcy 50 RIS T R A e
L LetterofAug ‘8, '
Joseph C: Q’Maby
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APPENDIX A ) )
FEDERAL AVIATION AGENCY—AGENCY ORDER TRANSMITTAL ‘N 0. 34
R UL T A R NOVEM‘BER 1, 1960

Attached is Agency Order No 56 Whleh . s' effectwe November 1
1960 :

Thls order esta,bhshes Ageney pohcy rega,rdmg the retentlon of
nghts to ‘patents and royalties and recovery of .costs in’ connectiop
W1th negotleted contreets mvolvmg research or. development

' FEDERAL AVIATION AGE\TCY—AGENCY OrbER 56 IR,
o R N OV EMBER 1‘1960"

RETENTION‘OF PATET\TT AND ROYALTY RIGHTS

1 Purpose ~—Thls order states the policy of the Federal ‘Aviation
Agency with respect to the retention of rights and:recovery of costs
in connection with negotiated comtracts invelving - reseerch or de-
velopment.

2. Policy.—In negotiating contracts under which the Government
pays a part or all of the costs of resedich or development, it is the
policy of .the Federal Aviation Agency to retain, for the benefit of
the United States; ‘Tights to ‘data and patent nghts In reasonable
proportion to the contmbutlons of the Agency and the contractor;
and to recover the FAA’s contribution towsrd such research and
development through royalties to the Government upon commercial
explmtetmn of the products developed ‘thereby.

8. Effective date.—This order is effective November 1, 1960.

E QUESADA Admzmstmtor

13 I
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APPENDIX B

OMS CircuLsR—FeDpERAL AviamioNn Acency, OrFicE oF Max-
: AGEMENT SERVICES

Procurement CireularNo. 1. - “August 24, 1960
RETENTION. OF RIGHTS

- Beetion 1. Purpose.
Bection 2. Poliey. SR
Seotion 3. Effective Date.

er et
PVEY S
Wi !

34 e

" 1..Purpose—-This. circular establishes the policy of the Federal
Aviation Agency with respect to the retention of rights in negotiated
contracis involving regearch or development. * e o e Tt
. 2. Policy—In negotiating contracts under which the Government
pays a part of all of thé dosts of researeh or development it-is the
policy of the Federal Aviation’ Agency to Tetain, for the benefit -of
the United Statés, rights to data,-patent rights, or royalties, ifv reas-
onable proportion to the contributions of the Agency and the Con-
tractor. E R Y I N O RS S S T

3. Effective date.—This circular is effective August 24, 1960.
e Prmre 1. Ryrusr,
s s o Uhtef, Materiel Poliey. Division,
S Office of Management Services,

Distribution: 5 - i 40 o
21 Divigion. Chiefs; OMS!. 1.0 .
~. Procurement. Manual holders ..

Ak eoimrie
Date of Issuance: March 18, 1953.
“Effective Date: March 18, 1953,
Subject: Regulations Concerning Bmployee Inventions.

“Section 1. Purpose

The purpose of this order is to prescribe the regulations of the De-
partment of Commerce with respect to patent rights in and to inven-
tions made by employees of the Department.

Section 2. Authority :

01  Executive Order 10096 —Executive Order 10006 of January 23,
1950, established uniform patent policy with respect to inventions
made by employees of the Federal Government under which the Gov-
ernment may acquire title to inventions made by its employees under
certain conditions, whils providing for the partial or compgete refention
of rights by employees under other conditions. This order also estab-
lished a Government Patents Board, the Chairman of which is author-



------

ized.to issue, with the approval of the PreSIdent such. rules, and regu-
lations as.: a,re necessary to the administration of: the unlform patent
policy. throughout the Government. . In. addlmon ‘each - Government
department and.independent; establlshment 18 dlrected to take: all
steps necessary, to effectuate the executive. order includin ‘the issuance
of . necessary. regulatlons consistent with,_ prowsmne of the exechtive
order.and.the rules and, regula,tlons 1ssued thereunder by the Chelrman
of the Board. 2 :
02 Goeemment Patents Board rules and regulatwns— dn:ums an
tive Order No. 5 of the Chairman®of 'the Government: Patents Board
{16 FR 3927) restates the basic Government petent policy, ‘and sets
forth: the -responsibilities  of | Governmént agencies! ' These  responsi-
 bilities includeé (e) the determination of invention; (b) the determina-
tion.of rights in inventions, (¢} the determination as to whether:patent
protection 'will be sought; and () -the furnishivg of certa,m reports to
the : he1rmen of the' éovernment Patents- Boa,rd it :

Y. of the Department - "

LIt shell be t.he policy of the Department of Commerce fo encourage
mventuon by 1ts employees and to take full, cognizance of the ri hts
and interests of its employee inventors, within the limitation
authority, in making getermlna,tlons of the reepectwe rlgh
"""" ventlon

equities of the Government and of the inventér ih'an ‘1
by an’ employee of ‘the’ Department of Commerce

Sectwn 4 Deﬁmmon of Terii A
F or purposes ‘of this order i followmg deﬁn hall apply:
L . “Government employee employee” is: a,ny officer or em-~
ployee of the Department, 1nolud1ng any part-time censultan,t or
part-time employee except as otherwise may be provided by c¢on-
.1 tract, regulation or practice approved by the Chairmaii. of the
‘ ;..-Govemmeut Petente Bogrd; and | :
“Invention’ is any process, ma,chme ma,nufaeture deelgn or
'composu‘aon of matter or any new and useful i impros ereof,
. -iorany variety of plant, which is or may be paten,table under the
pa.tent Iews of the. Unl.ted States .

.....

©01 In checha.rgmg 1ts responeﬂ)lhtles i connectlon Wlth t.he
' umform _patent policy, the Departiment of Commerce i chaiged: with:
B 1T Detertriining ‘whether the results ‘of regearch, development
__or other activity within~ ‘theDepartnient conetltute invention
0 qithin the purview of Executive Order 100967 :
2. Determining; subjeet to review by the’ Ohalrman of’ the Gov-
“" ermimvent’ Patents Boaid, the Téspective rights ‘of the' ‘Government
and of theinventor in' and to any: mventmn made by an’ employee
"ot the Depa,rtment of Comitherce:” " -
- 3. Determining, subjeet to Gertain’ exceptlons hereafter noted,
“whether patent protection will be sought by the Depertment of
Commerce for such inventions; and -
4.’ Furnighing reports as requlred to the Chmrman of the Gov—-
O Srnment Patents ‘Board swith respect to ‘the ‘determination of
;. Tights, the tekmg of appeals,’ the ﬁlmg of 'epphca,tmne a,nd the
L I1ssua,nce of patent
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%02 “The Gensral Counsel ‘will’ earry it these respons1b111t1es for
fhe Department and will'also 'serve a8 the Departivent’s liaison officer
to deal with' the Chairiwan of the Govérnment Patents Board 'on these
and”other matte s ‘pertaining to employse invertions.” - “di
chargé ‘of hig nsibilities “as' enttmerated in’ Seetion 501 above;
excliisive of 5.014; thé’ Genéral Counsel may utilize such represent-
atives] boards ‘anil’ committees as’ He' ‘deems’ appropna,te or may
delegate his authorlty in such manner a8 he deems desn-ab

01 Determmamon of Invenmon 5' ' ‘
0L Bvery: employee of the- Depa,rtmont Who beheves he has made
an:invention:shall: promptly:furnish full information.regarding; the
matter toithe! hea,d of hls primary orgamzatmn umt or to h1s deelgnee
fer this-puirpose:: ; ot

1.02::The:: 1mt1al determma,‘mo as - Whether the employee has
mede an invention within the purview of Executive Order:10096 will
be made in the primary organization unit, -.If it.is determined that
such an invention has, been m&de the of the_}l)rlma,ry umt Wlll

01 Gondmons jor essegnmenﬁ —The ‘Department:- of Commerce
may require assignment to the Government.of the entire. right, -title
and interest in and. to inventions made’ by its employees and to any
patents that may ba'issi : n3 if it 18 established that
any of the- follow - cond and ate sufﬁclently eqmt—

”1gnmen
e during Worklng Hours; or

ini ‘ontrlbutlon by the
ials) funds or informa-
ment empleyees on

Government of facﬂltlee eqmpmen it
. tion, or’ ofrt' f'o’r,her Goy

: on to or Was made in
consequence of the oﬂielel dutles ‘of the' inventor." '

02  Definitions of conditions - In’determihing Whether any: of thie
conditions set forth above were: ;present.in, the; mak ng. of the invention,
th fol]owmg definitions shail apply
1. Work hours. eha,ll ;mean time. spent -dizking ‘eithe; the usue,l
aworking. hours;o o,vert.nne ‘or, bothy: i
2. a. A contribution of famhtles equlpm t, ma,termls or {unds
. shall:mean. that Government faeﬂitles equ_lp.l.llent materials or

unds. were; actually., used in connectlon with, the-invention and
while.so-used. were.unavailable for: yther purposes. :
b A eontrlbutlon of 1nformatlon shall, mean tha_t.

not ot.herw1se aveﬂeble .
5 ~€s A contribution: of, time, a,nd Bervices..o ,_her Grovernment
employees. on official duty. ehall mean that their t1me OT Services
‘were utilized: durlng work hours. as.d deﬁned above;. :

3. Bearing & direct relation to or made. q
official duties of the inventor means that the’ duties to which the -
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.inventor had. been ass1g'ned were - such that the 1nvent10n could
easonaby bé ¢ i

‘rlghts and, in the discretion of the General Counsel fore1gn nghts in
.,and to the invention sha]l beleng 10, the, Government i

; 1. 'The conditions a equ1tably sufficient to ]ustlfy assxgnment

thereof by the emiployee to the Government;

: 27 The - Government has sufficient mterest
h plo

ong of the con-
ht tltle and

] mptic y,'_‘be rebu ed. by the, fa,cts or 1 stances
attendanﬁ upon’ the conditions inder Which' any particular iny
is made and shall not preclude a determination (1) t. '
ment shall leave the entire right, title and“interest:in ‘and ito':the
anvention:in-the:employee; sitbject! toilaw;-or {2)!that. title shall. be
leftin.the-employee: subjectiitoa license: to the: overmnent ‘a8 seb

forthlin Section: 7:08:: T : @
~<1406:+ Burden of proo Employees assigned for-any:one or amore of
-the:purpeses-efiumerated dn: Section -7.05.may i submit - evidence: that
will: enable-the General Counselto estabhsh the; absénce of -any.one or
aore of the coriditions:of Section -7.01;7or :that the :conditions which
exist.are insificientiequitably to ]ustlfy arequirement that assignment
~be. made {o:the:Government of the inventior and any patent which
may issue-thereon: »;Eon all-other employees; the :Government must
-establish:that the: condltions oftSeetion 7.01; A _present,.are-sufficient
equitably.to require.an‘assignment:to the: Government of t.he mventlon
‘andrto’any: patentiwhich may-issue-théreon. ¢ 5 :
71 Foreign rights--An.assignment of- the forelgn ng.hts in and to
o mventlon sh?]l be.made by the' employee, upOn regitest, Whenever

)
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ndde may “ohitain a r_e’ iew of the determ atmn by ﬁlmg'a it

appeal with the Oha,lrm&n of the Governiment Patents Board within
30 days ‘after receiving notice of the determination” {or such longer
‘period gs the Chairmen may, for good cause, fix inl any case). “A ‘copy
‘of each appeal will be filed with the head of the employes’s primary
organization unit arnd ‘the General Counsel.  The decision of ‘the
‘Chairman of the Government Patenﬁ Boa.rd upon any appeal made
o him shall be final, * -
77027 In'the'event ,mployee files 4 a.ppea,l ‘the’ General Counsel
shall furnish the Chau-man of 't Government Patents Board -the

‘escrlptlon
sa,tlsfa,ctory reviews o ' - :
79 "Name of the 1nventor and his employment status inelu 1ng a
detailed statement of his official duties ‘and I‘GSPOBSlblhtleS b
' .’r,he time ‘of making the invention; and
‘3. Detailed statement of the nature of the dzspute or contro-
versy, together with copies of the agency decision, of any briefs
i+, ;. or written arguments that may | h&ve%)een filed, or any sta.té'm‘ents
“ or othier evidence that may have' been 00n31dered by the pmma,ry
“ unit, or ‘of other relévant’ m&tem"l.
.03 Petmons —In the event it is ‘de d; that the mghts in
“and to an 1nvent10n are to be left with the employee . report of such
determination is requu'ed £6' be’ submltted to the Chairman ‘of the
Governiment Paterts Board for review. The Chairmhan will review
the determination and his decision respecting. the matter ‘shall be
final, 'subject_to the right of ‘the en niployee to submit'to the Chairman,
within 30 days (or such longer perlod as'the Chairman msy, for goodu
cause, fix'in any case) after receiving notice of the decision, a petition.
for reconsideration if the Chairman’s de(ﬂSlOn gives the, Government
greater rights than .the. original’ deterinif . 'Copies’ of such
‘petitions will be filed Wlth the head of . th primary us

o 01 @dneral=“The General: Counsel uponi-determining that wan
dnvention has beenmadevunderthi condltlons specified:in Sectioni7:01,
shall determine whether patent protection will be soughtin-the United
EtateSfby the Departmient of Commeree for such invention:« A cotitro-
yersyover the respestive rig f:the:Goveérnment:and of the inventor
in “any”case’ shall:not delay the- taking: of "any - action:deeking sich
pa,tent protefctmn s Anicases: rwhére h{ATEY datérmined that the domestic
rights in‘and:$6 the invention are toibe leftwith the:employee;-action
by the: Depamtment tof Gommerce Jooking toward sich: patent rotec-
tmn shall"be contingent-upon:the consent:ofcthe inventor.:

=021 Dispute asto rights.—Where there:] is! g dispute asit Whether
ﬁhe Grovernmeénti 4 itorobtainsan assignmentof theidomestic rightsin
and to the invention or only alicense-thereunder, the: GeneraliCounsel
will determine whether patent protectlomwﬂl be' sought:in the Utited
States pending the Chairman’s decision on thedispute. '~ If the General
Counsel decides that aniapplication for: patent should:be filed; he: will
obtain for the Government a non—exgluﬁ urrevocable,,roF'alt.y-free
11cense in, the invention. with I goverd-
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assignment to. the.Goyernment, of: the, entu'e domestic right, title, angd
interést inand to the invention should the; Chairman so decids,. ., .
4403 Rights.in, the  employee.—Where the General Counsel. has de-
S fetrined to; lea,ve the domestie, rlghts in:and to an invention with.an
employee sub]eet. to. &, license in. favor, of .the: Government and the
employee acquieésces in this determination, the General Counsel will,
upon the filing of an e%)hcetlon for.patent. and pending review of the
determination by the Chairman, obtain for the Government a non-
exclusive, irrevocable, royalty-free ligense in the invention with power
to.grant licenses for a,ll governmental purposes, without pre]udlce to
the subsequent a.cqmsmon by. the. Govérnment of ithe entire domestic
ngﬁt tclltle and interést in and to the mventmn should the: Oha,lrman
. so.decids :

Sedtion. 10. Scope of O'rder |

g “provisions ' of . this ‘ordér a.pply t Vel
employee on or ‘after’ Januery 23 719507.___‘_:= S

Any other orders or parts of orders the provisions of which are in-
consistent or in conflict with the provisions. of this order are hereby
amended or superseded eccordlngly

i veCragsies-H, OstHAGEN,
. Assestant Secremry of Commerce (Admemstmtwn)

APPEN DIX

T . ekt Re
e,fter reee1ved by the Contractor when it sells, and 33%% of a.ll stms
received as royalty or. payment for. techmeel data under contreets

. .authoriziig’ others to sell, any. __'__._' _____ Equipment which' is
substantia, %ly the samie in demgn as,’ or which is directly derived from,
that. developed by the ‘Contractor in the performance of the work
called for under this contract, whenever such __ . ___ _. Equiptnent
is made or sold to others than the Government or ‘an’ Agency thereof
by the Coniractor or is privies. Recovéry by the Governinent under
this Article shell be hmlted to. its unreeovered oSt for the develop-
ment of this - -Equipment. ..

o Contractor shall Teport to the ¢} vernment“all saled ’roy-

alty, -and licensing agreements, and all’ receipts " therefrotn, Whlch

might resSonably be consideréd to be sub]ect 6 this Article, and the

Contractor shall promptly and, at reaSonsble. mtervels render ac-

eurate certlﬁed aecounts thereon o, the Government ,

(MR S q‘ 5\ ¥ i
$8lls, ‘of 1648as;" ‘4nid’ Upt6'339 of ‘ad oyelty or, pay-
ment for technical data under contra.cts a,uthorlzmg ‘others “to ' sell]

63140—61—A4
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o7 Jense: a,ny eqmp‘ment Whlch ig® éubstantmlly ‘the 'sarde in’ de51gn BE;
or which is directly ‘derived from, that develo‘ped by the ConbractOr
in‘the performance of the'work celled for underthiscontrac 'Whenever
such equipment ‘is -niade, §old ‘ot Teasad to othérs’ thaii the ‘Go3

fnent'or any Agéncy thereof by the Contractor or it (
ery’ by the 'Government ander’ this’ Article 'shall’
the development -tk

recovered: cost e
the ‘Contiactor. -+ : :

“ By Payments under thls ‘clatis shall‘ not be’ so high’as to estroy
the ‘Contradtor’s: compet.rblve ‘position  for ‘the. product ifivolved; pro-
vided that the produect ig othermse reasonably prlced ar “efﬁ'1e' 7
and ‘économically produeed. 77 i b ,

C. The Contractor shall report to the Government all sales loases?
royalty and licensing agreements, and all receipts.therefrom,. which
might: reasonably be. considered.to. be subject:to this article .and the
Contractor shalf’ promptly and,: at reasonabl' 'mtervalS
curate, cer‘mﬁed accounts thereon £0 th' '

-f:ﬁbiiﬁNDiX B
- B, Riemrg. v, D TA-UNLIMI’I‘ED

(@) The “ferm “Subject” Data a5 uded herem includes writings
sound recordings, pictorial reproduetion, drawings or other graphic
representatives, and works of any s1m11ar nature {whether or not
copyrighted) which are specified to - be delivered under this contract.
The term does not include financial reports, cost a,nalyses and other
information incidentsl to contract admiistration. © -

(b) Subject to the proviso of {¢) below, the Government.may: duph-
¢ate, tse, and. disclose i any manner ‘and for any purpose whatsoever,
end ave others so do, all Subject Data delivered under this contract

{¢) The Contra,ctor agrees to and does hereby” grant, to the. Covern-
meﬁt and o its’ ofﬁcers agents, and ‘employees’ acting withinthe
scope of théir official dutles ‘a, royalty-free, Non-exclusive and itrev=
ocable license’ throughout t,he world, to pubhsh translate, reproduce
deliver, perfo‘rm dispose ‘of, and to ‘aithorize others so ‘to’do, ail
Sub]ect Data’ now or herea,fter covered by copyrlght, provided that
with respect to such Sub] ect Data not origingted in the perfox:r_nance
of this contract but which is incorporated in the work furnished under
this contract such license shall be’ only to:the extent that the.Con:
tractor, its employees or any individiial or ‘eonceérn speclﬁcally em-
ployed or assigned: by the Contractor to orlglnate and’ prepere stich
Dita under this contract, now has, or prior to ‘comiplétion” or ‘final
settlement of this contract’ may acqmre the right to grant sueh license
without becoming liable to pay ‘compensation to others solely becatise
of such grant.

(d) The Contractor shall ‘exert all ‘reasonable effort to advise the
Contracting Officer, at.the time of delivery of the Subject Data fur-
nished under this oontra,ct ‘of all invasions of the right of privacy
contained therein and of all portions of such Data copied. from work
not. composed or produced in the performance of thls contract and
not, licensed: under. this; clause. . SV U
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(e) The Contractor shall report £6"the Contracting Officer, promptly
‘afid’ i ‘Péabonable written detail, each noticé or gia,lm of copyright
infringerent received by the Contractor Wlth respect to all Subject
Data delivered under this contract '

{f):Nothing. contained in this. clause gshall imply.a license to the
Government under any patent or be construed.as. allecting the Scope
of any license or other rlght othermse granted to the.Go
,under any patent.. . - e o
- (g) The: Oontractor shall not a,ﬁ‘ix any restrmtw ‘ma,l ,,gs upon
any Subject Data, and if such markings are aflixed, the Government

shall have the rlght ab:any tlme to mochfy, reme bliterate or
_ ;gnore any such markmg R

- APPENDIX |

: [,:j O PUBLICATIONS

The Contractor sha,ll not pubhsh catise ‘to- be pubhshed ‘or dlS-
trlbute for publi¢ ‘consumption; ‘any ‘iriformation, ‘oral “or’ written,
‘Concerning- ‘the ' ob]ectlves, regults or conclusmns made pursuant to
perforthance: of th' | ntr&ct Wlthout th '
Government

e,ddltlonal or relatéd Work ‘and the Contractor ts'hall fully ceoperate
with such other Oontractors and Government employees and care-

fully fit its own work to such additional woik. ~ The Contractor shall
not eommit.or permit any aet which will interfere-with the f-‘el"fmm%!lce
of Work by any, other Contractor or.by- Gov rnment empl .

oyees,

agrees that a,Il notes, de31gns dmwmgs speclﬁ
tions and other technical data produced ifi the peiformance of f
conitract shall be the sole’ property of the’ Goyernmént;, ‘insluditig all
rights therein ‘of whatever kind and ‘nature:’ The Contractm‘ further
aprecs that duly authorizéd representatnres of ‘the Govert ment: shall
have access, at all reasonable times, to inspect and make copies of-all
notes, designs,”’ drawings, Spemﬁca.tlons or other technical® da 'a
pertamlng to the Work to be performed under: thls contract.
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v ;. APRENDIX. I

PEPE

inpn
(=60 - -

- Tn' the-event the :Contractor; priotr to completion of the work-hére-
‘under and ‘whethér or niot I éonnéction with the performance of siich

work, develops: -+ © o E Tl T T T e s
(1). any improvernent in the design of the articles’called for by

this ‘contract, which is not incorporated in the articles to be

- delivered;or e T
UMY 'any alternative or improved method of accomplishing the
objectives of this contract, which is not employéd in the per-
. formance hereof; '
the Contractor, unless otherwise required to report or disclose any
such improvement or alternative or improved method to the Con-
teacting Officer under any other clause.of the contract, shall promptly
give notice in writing to the Contracting Officer as to any such im-
provement or'method. .. Such notice shall include & general description
sufficient to show the relationship thereof to.work under the contract
and..a. statement, giving the Contractor’s best appraisal as to. the
- prospective effect::or. influence which such improvement. or method
would have on the work required under this contract if such improve-
ment or method were incorporated- as a requirement thereunder.

APPENDIX J
Various “Parent RigrTs” Cravses. CoNTAINED IN THE ExisTiNg
© FepmraL  AviaTioN “AGeNcY’'S ReSearcE ANp Dmveropment
CQoNTRACTS | T 0 e '
G 00 L PATENT BIGHTS—CLAUSE I | T _
(@) Whenever any invention, improvement; or discovery (whéther
or not patentable) is raade or conceived or for the first time actually
or constructively reduced to practice, by the Confractor or its em-
ployees, in the course of, in cohnection with, or under the terms of
this contract, the Contractor shall immediately give the Contracting
Officer written notice thereof, and shall promptly thereafter furnis%
the Contracting.Qficer with complete information thereon; and the
Secretary shall havé the sole’ and exclusive power to- determine
whether or not and where 'd patent application shall be filed, and
to, determine the disposition of all rights in such invention, improve-
ment, or, discovery, including title to. and rights under any patent
application. or patent that may issue thereon. The determination
of the Secretary on all these matters shall be accepted as_final and
the provisions of the.clause of this contract: entitled ¢ Disputes”
shall not.apply; and the Contractor agrees that it will, and warrants
that all of its employees who may be the inventors will, execute
all documents and do all things nécessary or proper to the effectuation
of such determination, = - ' o
(b) Except as otherwise authorized in writing by the Contracting
Officer, the Contractor shall obtain patent agreements to effectuate
the provisions of this clause from all persons who perform any part
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“ofrthe work  under: this ‘econtract;: except ‘suchelerical’ and man"”l-‘
labor personnel ag will Havé o access: to- techhical dita: - i

(¢) :Except ras otherwise authorized in writing ‘by the’ Contre.ctmg-’
Oﬁicer :thie ‘Clontractor: will: insert:ineach subcontract, having ex<
penmentel ‘developmental; oriresearch work asone of it pruposes;:
prowsmne ma,kmg this clause epphca,ble to the subccntracto‘r and-

-‘PATENT RIGHTS““CLAUSB 2'

(@), Wheneve an :mventmn 1mprovement or d1scovery (Whether
or not patentable) is made:or. conceived or for the first time ‘actually:
or constructively reduced to practice, by the Contractor or its em-
ployees, in the course.:of,.in. connectlon with; or under the terms of
this contract, the Contractor shall 1mmed1etely give the Contracting
Officer! wntten notice- thereof, and shall promptly: thereafter furnish
. the Contracting Officer with: complete iriformation thcreon ‘and the*
Secretary -shall - have: thesole and: exclusive “power’ to deternune
whether or net‘and : where ‘a patent-application-shall be filed; and to"
determine the’disposition of all rights in such invention, unprovement
- or:discovery; including title to:and rights undér any pa,tent. application’
or patent that mayissue thereon:: The detertnination of the Secretary
on: all:these matters shall be' aceepted as final and the ‘provisions of
the ‘clause .of: this contract entitled: “Disputes’’ shall-not -apply; and*
the Contractor.agrees that it'will, and warrants that all ofits emplovees
who may be theinventors will, execute all documents and do’all things |
necessary or ‘proper to.the eifectuatlon of such determination;: -::

:(b) Eixcept as otherwise authorized in writing by: the Contracting
Ofﬁcer the Contractor:shall-obtain patent agreements to:effectuate”
the provisions of this' clause from all persons who ‘perform:any part’
of .the: work" under +this ‘contract, "except ‘such -clerical and manual ’
l&bor personnel -as- will have no ‘access:to' technical data. -~ - :

: (¢) Except _as ‘otherwise’ authorized:in: writing by the Contractmg\
Oﬁicer the Contractor: will insert-in‘each ‘subcontract, having ex--
perlmental developmental ‘or tesearch work as ‘one of its: purpoges;*
provisions making thls cla,use ! ’phca.ble to: the subcontractor'-and"‘
its employees. i : e

Ady -If- the: Grovernmenta‘obta,ms patent: rlghts pursua.nb o' thls,
clause of this contract, the Contractor ‘shall be: offered license. rights
Ehereto, on terms at Iea.st as favorable a8 those oﬂered to any other

rm

PATENT RIGHTS—-CLAUSE 3

(ar) Whenever any mventmn, mprovement or dlscovery (Whether["
or:not-patentable) is made or conceived or for the first time actually
‘or: constructively reduced: to:practice; by:the . Contractor or 'its'em-="
ployées; in-the course-of, inconnectionwith; or under the terms of:
this contract, the Contractor ghall unmedw,tely give the Oontmctlng '
Officer written' notice thereof; and shall promptly’ thereafter furnish:
the. Gontracting: Officer 'with complete information thereon; and the
Administrator shall ‘have the: sole and - exclusive power to determine:
whether ‘or mot: and: where ‘s patent application shall be filed; and to-’
determine the disposition-of all rights in such:invention; 1mprovement
or discovery;including title to and rlghts under any pa.tent aav,ppI.watn:m'i
or: petent that: ma,y issue thereon. . The determination of the Admin+
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istrator on.all these mitters. shall be accepted: as.final and :the provi-
sions of the clause of this contract entitled’ ‘“Disputes’ shall not
apply;-and the  Contractor. agrees that it will, and warrants.that-all
of its.employees who may be the inventors W1ll execite all documents:
and-.do. all “things.. :T1eCESSary: or- proper to the effectuatmn of s ch:
determination. .. :

(b) Except as othermse authonzed in Wntmg by the Contractmgf
Officer, the Contractor shall obtain patent agreements to sffectuate
the provisions of this clause from all persons who perform any part of
the work: under this contract, except such clerical and manus. Ia.bor
persennel as wﬂl heve no a,ccess tc teehmca] data b - ;

J?ATENT RI GHTS——CLAUSE 4

(@) Whenever any mventlon, mprovement or dlscovery (Whether'
01' not. p&tentable) 1s.made or conceived or for:thé first time reduced:
© topractice, by the Contractor or its employees, in the course of, in-the’
performance of. the work ‘of, or under; the. terms. of -this centra,ct the-
Contractor: shall 1mmed1ately give the Contracting: Officer written :
notice thereof, and shall- promptly thereafter firrnish the Contracting -
Officer, with- complete information thereon;: and. the Administrator.
shall.have the sole and exclusive power. to‘determine whether or' not
and.where .a patent: application shall be filed, and. to: determine the-
disposition of all rights in:such invention, merevement or-discovery,
including title .to- and rights under any patent apphcatmn ‘or patent-
that may issue thereon. - The determination of the: Administrator on -
all these matters shall be accepted.as:final and the provisions of ‘the
clause -of this contract entitled. “Disputes’” shall not: apply; and the"
Contractor agrees that it will, and warrants that all of its: employees:
who may be t%:ne mventors W‘Ill -execute all documents-and do all thmgs ,
necessa,ry oT preper-1o:the. effectuation. of such determination. - ol
(h)-Except as otherwise:authorized in writing: by the Contractmg
Oﬂicer the: Contractor shall -obtain patent agreements: to -effectuate *
the. provisions of this -clause.from.all persons who péerform’any part:
of .the worl-underthis contract, except such clerical and: manual labor:
persennel as will have no access to technical data. T o
-i¢} Where ths Government takes title to xthe mghts to any' 1nvent10n
1t shall prosecute the patents therefcr i T .

PATENT RIGHTS—CLAUSE 5

(@) Whenever any 1nvent10n 1mpr0vement or d.tscovery (whether
or-not patentable)is made or: concelved of for the first time actually
on cmastructlvely reduced to. practice; by the: Contractor or-its ems«
ployees, in the course of, in connection with; orunder theterms: of thiso
contract,: the Centractor -shall.. 1mmed1ate1y -give.;the. -Contracting-
Of_ﬁcer written fotice. thereof and shall promptly thereafter furnish'i
the: Contracting Officer; with: complete information’ thereon ;-and.thg?
Secretary shallhaye the sole énd.exclusive power to determine whether |
or, ot and  whete-a: paternt: apphca,tlon shall be filed;:and to:determine:.

* the disposition, of all rights-insuch;inventiony: 1mprcveID.ent or;idigs

comeryy, ineluding title to: :aind- ights funder ‘any-patent: application or:
patent tr‘h&.b mMay a8 ‘he: determination: of the-Secretary:
on-all these matters:shall-be accepted asfinal'and:the provisionsiefithe.
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clause of this contract,entitled ‘Disputes’” shall not apply; and the
Contractor agrees that it will, and warrants that all of its employees
whomay be the inventors W1ll execute all documents and do all things
,neceseery o1 proper to the- effectuntion of suchdetermination.

(b} Except: as otherwise authorized in:writing. by the Contractmg
Ofﬁcer, the :Contractor. shall -obtain patent: agreements: to- effectuate
{the provisions of this clause from: all. .Persons who perform any part-of
the ;work undeithis -contract, except -such clerical snd. menual labor
personnel as;will:have no.access to technical datd: -7 - -

+(e)"Excépt . as: otherwise:. authonzed iniwriting by the- Contreetmg
Ofﬁcer the Contractor will insert in each subcontract, baving experiz
mental developmental; or research workias one.of its purposes, provi-
3110ne melung this eleuse apphceble o the subcentraetor and 1ts em-

oyees
P ('ZT) This clause shell not be construed to glve the Government any
-additional rights ‘to any inventions- eitherpatented orfully: eoncewed
'and reduced to preetlee pmor to the dete of thlS contraet

" PATENT RIGHTSMCLAUSE 6

; ' 'y p d1scevery_ : (whether
. [ a.tentable) is made or :conceived or fo the, first time actually
or_ 110t1ve1y reduced to praemce by the Contractor or. ity em-
ployees; in the course of, in connection with, or; under the. terms of this
contract, the Contractor shall 1mmed1etely ‘give the. Contracting

- Otficer Wntten notice. thereof, and shall promptly thereafter furnish
the Contracting Officer. with . complete information thereon; and the
Secretary shallhave.the sole and exclusive power to determme whether
or. not and, where a patent eppheaﬁmon all be filed, and to determine
the disposition of % rights in such invention, 1mprovement or dis-
covery, including title to.and rights under any patent epphcatmn Foig
patent. that may igsue: thereon. . The,determination. of the Seereta.ry
on all these matters shall be. aeeepted a8, ﬁnel and the T provisions.of the
clause.of this contract entitled ‘‘Disputes”. shall. not apply; and. the
Clontractor agrees that it. will, and warrants that. all of its employees
who may be.the inventors W111 execute .all, documents and. do..all
thmgs necesdary. or proper, to the eﬂ'eetuatmn such defermination.
(b Except: as otherwise, authorized in ‘writing by, the Contracting
'Ofﬁcer, the Contractor she]l obtain, patent.agteements, to.effectuate
the provisions of ‘this clause, from all persons. who perform _any. part,
of. the_Work aunde thi cent"'act except such: élerical and menua,l
la.bor ‘personn ilL havé no access 40 teehmcel data:, .. o
(e). Except ad: otherwise. a,uthonze in, gt
Ofﬁcer, “the, Contractor , will ‘insert.in..each’ subcontract, having éx-
penmental 'd 1o mental or resea;reh work. .48 one .of. 1ts purpc&ses

red by, the Contractor
nstructlv_ely or aetu ally

t 'comp‘ensa g e
' re the proper Y.
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e Wheneve raly invention, mprovement ot discove -is made or
conceived or-for: the Hirst: tzme wetuallyior corlstruetlvely réduced to
praeticé; by the Contractor or'its employees in:the perforinance of ihe
work: called: for:or ‘required under ‘this:contract; the ‘Contrattor shall
immediately give the Contracting: Officer written notice: thereof,;and
shall: promptly- therealter furnish:the: Contracting : Officer :with com-
plete mformation thereon; meludmg o statement s 'to- the ‘extent it
will ﬁle patent &pphcatlons if’ the Governm n b does not The Secre—

: 1.8 all determme Wlth reasonable promptness< Whether or
5 not sand: in swhich countries, the  government will ‘file: patent
&pphcatmns thereon a,nd sha,ll glve Contractor ertten :notlce
ren ofsuchrdetermination. i o ‘
202 'Withirespeet to those mventions ‘01 W]zueh 1t ha,s determmed
to file United Statés patent applications, shall file’same’ within
gix months {rom the date complete mformatlon relating thereto
had been furnished. -
. .8, With respect to those mventlons on Whloh it has determined
“to file” forsign- applications; ‘shall ‘file ‘samé within nine ‘months
from-the date’ ’tge correspondin; “United States patent applica”
tion was’ ﬁled or 1f_one Was 10t

ed; within six months from the
rela,tmg to_such mventlon Has’

4. I th event,-the Secretary elects not to eontmue the prose-~

eny “patent application ‘or the aiiiténance 'of any
“patent issuing ‘thereon, shall 86 notify" Contraetdr not; less than
ne ‘Slxty dﬁys efore’the expiration of the da_ o for 1 ponse or other)

dlscoverles-w ich’
; 'to ﬁle a,nd does file as provided above;
the Contractor dgrees to deliver to the’ Contracting Officer such duly'
éxecuted Instriments of dssignmiént, and othel papers 3 fire necessary’
to vest in"the' Governrient t%e Contraetor 8 right, title and i
suich’ applications and patents issing ‘theréon and’th
for'and ‘progecitte’ patént applications’ thereon, sibjeet 16" the reserva-
tion' of an’ Irrevocable, non-exclusive and royalty-f: “"heense to thel
Cotitractor* (and t0"its" exigting  and ‘future associated ‘and affilis
companies, if ‘any, ‘within the corpora,te strlicture o
""" 8 Wwhich i shall ‘be’ assignable
of that part of’the Contractor’s business”to’ which . n
improvement or d1scovery pertaing. ' ‘Upon’the notification to Co
tractor ‘of ‘the Sectétary’s ‘détermination not to filé ‘s patent appl
t16n’ with! respect to’a reported: invention, 1mprovement or discovery,
ot upon the'Sécratury’y Tailure to fil¢ a United States or forelgn patent
application within the time periods specified above or.its election not
to ‘eoritinté the prosecution or maintenance of an; ‘patent’ ‘applies t'on:
Ii\a,tent a8 ‘specified ‘bove, Contractor shall have sole; right to file
guch patent’ &pphe&tion or to ‘eontmue ‘the’ proseeutlon or
nance of stich’ patent application ot patent, and shall rétain,
reeonveyed 01t 48 the case may ‘be, the entire right, title
to ‘such’ application or patent; but shall grant'to” the- Government an
- irrevocable, non-exclusive, non-transferable and royalty-free license
to practice same by or for the Government throughout the world.

ght to apply
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1B -Exceptias: otherwise: authonzed inwriting by the :Contracting
Ofﬁcer, the :Contractor: shall .obtain patentiagreements rto effectuate:
the -provisiotis of :the “Patent:Rights’:clausé-from -all: persons who!
peform:any part-of the work under this. contract]-except-such clerical:
and manual labor:personnél as ‘will-have:no:access to -technical datas:

-Ci Except as -otherwise -atithorized dn writing by the: Contracting:
Oﬁicer the; Contractor will ingert in: eacli: subcontract: having experi<;
menta.l developmental or:research: workias-oné iof its’ purposes; pro-:
visions: to effectuate’this*/Patent Rights™ clause-and to make:it a,pply--
a.lso with respect-to such expenmenta.l developmental orresearch work::

AN otw,lthstendmg the; prowvisions:of this #Patent: nght.s” clause,i
a]l inventions, conceived:by , Contractor Jor:its ‘sibcoritractors: pmorf
. to:the-date: of :this contract;  and: either: constructively or.-actually:
reduced to-practice: on.or: ‘befors the: date ofiithis:-contraet throughs:
effort not directly compensated under this contract; are: motscons!
templated by said clause and shall remain, to the extent that they
were, the property of the:GentractororSubcentractor.

ENT RIGHTS—‘—CLEUSE g s

) - enever:any: mventlon unprovementr o dxscovery (Whether'
01‘ not; patentable): is madeior conceived-or: for:the: first-time: actu&lly
or: constructively reducéd: to- ‘practice, by the: Contractor:or itsserm
ployees, in stheicourse of; iny conhection, with;ior: under: the terms ‘of
this: contract;:the: Contractor shall; 1mmed1ate1y ivé the Contractingi
Offiger; Wntten notice thereof,.and-shall: promptly:thereafter: furnish -
the; Contracting Officér with: complete information thercon; and the
Secretary:-shall -haye: the isole;and - exclusive: :poweér to determlne
whethér: or' not and where: a patent apphcatlon shall:beifiled; and>to
determiné the disposition of all rights in such-invention, 1mprovement
or. discovery, including title to and; rlghts under: any: patent a,pphea,-u
tion  or:patent that may 'issue ‘théreon.~ Fhe: determination ‘of ‘the
Secretary on all: these matters shall be-accepted -as final -and the pro-:
visions of: the..clavise :of ;this- cotitraet:entitled: ‘Disputes’:shall not:
apply; and:the: Contiactor: agree§:that it will; and -warrants ‘that all:
of its etaployees: who may be the inventors: Wlll -execute all-documénts
and..do- afl thlngs necessery s proper to bhe eﬁ?ectuatlon of fsuch
determination:* gl e e ~
5 (8) - Except. as otherWISe authonzed m Wr1t1ng by the Oontra,ctmg
Officer, the Contractor shall ‘obtain: patent agreements to- effectuate
the provisionssof this clatuse from:all-persons :who:perform -any part
ofithe worki under this contract;:except suchiclerical- and m anua,l labor
pea:sonnel as:will have noaccess to technical data. i i
:.(¢) Except. as: othiérwisel authorized ip writing by the Contract.mg
Oﬂicer the Contractor will insert in each subcontract, having: exper--
mental :‘developriental, -or:reséarch work:as! one ‘of! its PUrpOSEs, pro-
visions makmg th1s clause' ppheable 0 the subcontracto‘r and 1ts K
employees b ¢ et AR
i{d) Notmthstandmg pa,ragreph (a) hel?eo e government. g rlgh '
td: dispose.of: patent: rights under’ this:clause shall belimited to airt
safety applichtions.: '~ With respect to: otherr apphcahons ‘thegoverns:
ment:rshallwreceivesa - royalty=free;: nonexcluswe ‘license: ‘under” the 5
terms and conditions-of the:clanse spec1ﬁed Iy ASPR 9-107.2 inl efféct
on the date of this contract. Sentuos 2l 3
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:(e): It is Turtherinderstood: that:the government’s rightito dlspose
of patent rights under paragraph heréof idoesinot include’ author-
ization to dispose ofisuch:rights in: ny foreign: country. The contrac-
tor-shall have'the:sole.right-toifile: foreig: patent applications, with:
respect Lo dir safety: applications,: ence the:Sécretary ‘hias: mede s
determination--with! respect to 'filing':domestic:applications under
paragraph-i () above: o In -the:event: the: Secretary: determines- thet
the government.shall have r1ghts under.paragraph’ (@) above in’any
such: invention .improvemént or discovery, ‘the: Contractor agrees to
grant; to-the: government An drrevoeable; nonexclusive, nortransfer-
able; and royalty-free license to- pra,etlce . and catse to ‘be- practiced
by or. for the Unitéd-States Goverriment, throughout ‘the world; ‘eéach:
‘suth:invention; improvement;: ot dlseovery in«the! manufacture "use’
and dlsposmon according to ia,w of enyaa,rtlc}e or: matenal an‘d-
the use: of a,ny method=-- : i ‘ :

.PATENT ‘RIGHTS—CLAUSE~09 §

(@) Whenever any invention, improvement; :or discovery (whether
or not patentable) is made or conceived or for the first time actually
or: éonstructively-reduced: to-practice, by :the :Contractor-or its ‘erm-
ployees; 1n- the coirseé: of;inconnection ‘with,:or under the ‘terms of"
this-contract; ‘the+Contractor shall 1mmed1a,te1y sive the Contracting:
Officer written motice: theréof,: and-shall: promptly ithereafter furnish:
the:Contracting : Officer 'with- complete information’ thereon; and- the:
Secretary shall have the soleand exclusivé powér to: determlne whether :
or-not:and where a patent application shall be filed, and to deterniine !
the: dlSPDSlthIL of ail rights: in such invention; 1mprovement ‘or d1s--
covery,, incliding ! title to -and rlghts under: any:-‘patent application or:
patent that may:issue thereon.: The détermination of the Secretary
on-all: these matters: shall be: accepted ag final and the provisions of:
the :clause-of  this: contract entitled “‘Disputes’ shall not apply; and
the:Contractor agrees! that it:will)'and -warrants:that all of -its em="
ployees who may.: be ithe-inventors Wﬂl executeé-all-documents and do’
all things necessary or proper to the: eﬁ’eetuatlon of such determination:=

- (b) Except: as otherwise:authorized -in: writing: by the Contracting:
Oﬂicer the: Contragtor, shall: obtain ipatent agreements to éffectuate:
the prowsmns of this clause from eﬂppersons who perform ‘any part:
of. the work wnder this,coritract, exeeptsuch clerlcal and manua labor
personnel as will have no access: to technical:data. - :

(¢c): Except:as-otherwise: authorized:in writing: by the Contractmg
Oiﬁeer the Contractor will: insert;in each-subeontract; having experi=-
mental developmental; or: research work-as:one of its pUTpOses, . pro=:
vigions: mek:mg ‘this! ela,us 'a,ppllea,ble to :the subcontractor end 1ts
employees & SHR g

-(d) This. cleuse shell not be construed to gwe the Government a,ny

lits: to, any inventions either patented jor fully-conceived and actu--

%y or constructively reduced to practice prior to the date ofthis-
contract; and. further, that the Govérnment. in addition agrees and
does hereby' anb to: the contractor; its'subsidiaries, and its associated:
companies. (within the/ corporste structure of which the Coxitractor is-
a.part) ‘an -irrevocable,: Toyalty-free; non-exclisive;: non—tlensferable
license, to pra,ctlce ‘any invebtion arising-in- eonneetlon W1th the per- :
formance of this contract. SRR froe il e




PATENT PRACTICES.:OFITHE FEDERALAAVIATION AGENCY 20

: U101, LIx pI‘OVem. i
or not ‘patentable):is’ made.or; conceived or for the first. time. ac‘f,ua]ly‘;
or constructively reduced to practlce by the Contractor or its em-
ployees, in the course:of,.in conneetion with, or under the terms of
this contract, the Contractor shall 1mmed1ately ive the Contracting
Officer written notice ither8of, and: shall promptly ‘thereafter furnish
the Gontracting: Officer: with: complete infermation-thereon; and’ the
Contracting: Oﬁ%;cer shallihave: the sole:and exclusive power: to: deter=
mine: whether.or hot:and:where a ipatent: application shall.be filed;
and:: to:deterniine the:-disposition’.of:all -rights :in. such- mvent.lon,
im provement;or': «discovery;including.title to and rights: under. any:
patent applicatieriior patent that may: issue: thereon, provided; how-
ever,-that thé: Contractorishall: iretain-an Hirevocable: royalby—free.
Jicense under any: pa,tent sor-application ford patent: to- manufactul‘e
have manufactured-and!fo:use and sell-any such invention; improve=
mernt.or:discovery; which license:shall be ‘eithér:exclusive; (except as
against- the :Government) or-nontexclusive ‘as:determined: by the:
ontracting Officer on the basis of the degree:and icharacter:of public
interest:in- the:use:of linyvention;:improvérment or discovery involved.
Theé::determinationofithe! Oontlactlng ©Officer..on : all: ' these Matters
shall:be accepted asifinal-to: the ‘extent: pernitted by Public:Law 356,
83d: Clongress:and-the: provisions of :the-clause-of this: contract entitled
““Disputes’’: shall mot: apply; andithe Contractor. agrees that:it:iwill,
and warrants:that:all 'of its employees: whé:may-be the inventors, will
execute all .dociments and-do‘all- thmgs necessa,ry or: proper to the
eﬂ’ectuatlon of:such: determination. : i .

- b. - Except:as otherwise authonzed ih: wntmg by the Oontractlng ’
: Oﬂicer ‘the:Contractor shall:-obtain: patent.agreements:to effectuate
the provisions:of .this clause from ‘all: persons who: perforin: any ‘part
of ‘the -work  under this seontract,except - -such ! ¢lerical: and. ma,nua.l
labor personnel:asiwill have no adcess: to technical ‘data. -

~c. xcept ‘as otherwise: authorized inowriting: by ' the” Oontracung
Oﬂicer the Contractor will insert in each subcontract, having experi-
menta,f developmental;:or:research work #s:one.of: ite purpoeses, pro-
vigions~ makmg thls clause apphc&ble to:the: subcontractor and its
employees :

.d. The: Contra,ctor shall furmsh to the:: Contractlng Oﬂicer the
follomng information and Teports concerning any: mventmn 1mpr0ve-
ment or discovery made-or conceived: héreunder:i: <
cilie(i)- Al wiktten:disclosure protaptly:after - conceptmn or :first

actualareductlon 0 practlce of ea,ch suchi 1nve ion, mprove’ment

o or discovery.s Lo vo SRRt ey Dtk

(i1) Prior to ﬁnal settlement of thig contract a ﬁnal report
: -,;;hsmng all such:inventions, 1mpr0vements {or chscoverlés 1nclud1ng
=+ all: those previously: dsclosed. - : ST
b, T the Contractor: fails’to dehver tosthe: Contractmg Otﬁcer the
disclosures‘and reportsréquired by (d) @hove; there shall be withheld
frompayment until the:Gontractor shall: have corrected such:failures
either ten percent (109,) of the amount of this.coniract;yas from:time
to time amended, or five thousand dollars ($5,000), whwhever is less.
After payment of. eighty pereenti(8095) of the amount of: this contract,
as from; timé! tostimer amended; payment:shall-be>withheld until a
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reserve of either ten percent.of:suchramount;ordive thousand dollars
($5,000), whichever is less, shall have been set aside, such reserve or
baiance thereof to; berretam sl untilt the Cotitractor shsﬂl have furnlshed

A Deﬁmtwn «of “Subject: Inwéntion” T .‘Sub]ect Inven-=
tion"'; as used: throughout: this clause; ‘meatis’ any invention, improve-
men’f, or! discovery i(whethér or not pa,tentable) dnade:0r ‘conceived: or
first: actually or-constructively reduced to-practice by the- Contractor
or.its' employees, :in :the: cotirsevof,:in iconniéction with;-the: supphes
furnished or:seryicessupplied underithe: provisiond:of: this: contract;
+B.! Reports iof . Inventions.= The Centractor:shall: make: a: wmtten
Inven‘mon Report: to:the : Contracting :Officer.: promptly iafter either
(@) the .conception:or:(b): ﬁrst metugl -ormconstructive reduction: to:
practice; hut:in‘any event as:séon as:any evidénce'of utility: has been:
deve.loped (whether:related t0 the'subject matter of:this.contract or
some otherfield:of use), of-edch SubJect Inventlon that rea,sonably
appea.rs t0:be paténtable:: A :
: (1) The Report shall be- furmshed 1rect1y t0-the Contractmg
i Oﬁicer :separate and distinet: from: arid-independent of . any other
i requu-ement under this contract for the:sitbmission of reports and
[+' whether ormot reference! tothie Subject Inventionthas been. ma.de
i dn‘any progress or other report furnished: to the Governinent.
i (2). The Report whall ! sufficiently: describé sand ‘identify : each
~ Subject Invention, appropriately-illustrated: by simple sketch or:
diagram, to permit the invention:to:be understood-and evaluated.:
=21 g patent application is filed:-promptly by-the Contractor in the
U.8. Patent Office, s copy of such: application furnished promptly’
i to the Contracting Officer shall: fully satisfy-this initial reporting
sicrequirement: . The Contractor, shall furnish such_ additional in-
formation as the- Contractmg Officer, in:his 'sole discretion, may:
~require for! the purpose of makmg the dlsclosure prowded for in
-+ paragraph D hereof.::

(3)-The Report sha]l in addltnon mclude a, stat.ement by the
Contractor specifying ‘whethier or not & United States’ patent ap-
plication claiming such invention has been or will be filed by or

-:* on-behalf-of the Contractor. .- If: the !Contractor specifies that
7oguch: an. apphc&tlon will'not: be filed: (or- having gpecified - that it:
will file, thereafter; notifies .the: Contracting Officer to the con=~
Zo-dtrary); ‘the - Contractor: shall-promptly-inform: the Contracting
= @flicer.of the:date and: 1dent.1ty of any previous, proposed, or con-
termoplated pubhca.tlon of the mventwn by, or known to the Con-
sgractor: o limedn
o () “Within sur(ﬁ) months from the date the Inventmn Report
requlred by this paragraph wasiin fact received-or should have

7 been Teceived:by the:Contracting Officer: (asi determined: by the
.:Cont.ractmg Officer) the:Contractor shall motify the Contracting:
Officérin writing of hlS electlon to ﬁle or not to ﬁle a Umted Sta.tes‘

-1 patent:application. ; “ :
O Clertifications. 1 S i

. :+(1) =If the! contract: ‘continues i eﬂ’ect for: mére: than 2 yearJ 3
i the Contractor ishiall :submit to the . Contracting: Officer periodie:
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.+ certifications; not. 1éss :often: than' onee every. twelve {12) month
i period, commencing with the date of the confract, stating whether
=01 not any Subject Inventions reasonably Dbelieved to be patent-

: “able were :conceived or:first actually.or: construc‘mvely reduced

to practice during the preceding twelve (12) months The Con-
i _tra,etor shall:in: such certificationg-—: =i
< (@) list - any. guch -inventions, » i3 ;
(8) give refererices, 1ncludmg da,te to each ertten report
-1 if any; previously submltted and.-
w2 .-(e) -subinit. reports. and: related mformatlon ‘s prowded
‘in B above if this has not.already been:done.: -
SE (2) Prior-to:final settlement-of this: contract, the Contractor
shell furnish: to-the Contracting Officer ‘a. final: report listing all
+ -:such inventions including: those listed in: prior reports' and “Fur-
¢+ mishing:the inférmation réspecting such mventmns requlred by
.. . ~B abowe.if net previously-furnished.-

D Disclosure. The Administrator-of the Federal Avmtlon Agency
{(hereinafter, “Administritor”) shall have ‘the right to publish and
make disclosure of any Subject Inventlon Whenever deemed by him
1n the-public interest; after either—:. v fenn
i ﬁi-,(&) N apphe&twn for & Umted. t&tes or fore1gn patent is
Tlec; Or:

(2) the expn’atmn of six (6) rnonths from date the Inventmn
- “Report;. provided :in- paragraph B. 6f:this clause, was in fact re-
ceived, -or shoilld have heen received: by: bhe-@ontrectalng Officer
(as determmed by: the Admmlstra,tor) .

Whlchever is earlier; R . )
- Fl.: Assignment  of Domest’er@ghts ‘: The-Adm1n1strator sh&ll have
the further right to require, when he deems such action necessary in
order toprotéct the avaﬂalnhty of:the invention for the-use or benefit
of aviation, that all domestic nghts in any -Subject Invention, includ-
ng all 11ght,\t1tle and.interest in,to; énd under:any: patent app11ca~
tion -and: patént-that ansy-issue thereon {except, however, for the
reservation:of a:non-exclusive, royalty-free license to. thie Contractor)
be assigned to the Government a,t any tlme afte the: earlier of any
oneof the followmg OCCULTERCes: in' i i

(1) The Contractor glves thex Contraetlng Ofﬁeer written
snotice of election not te file, or contindie: proseoutlon ‘of;dn app11~
cation for-ai United States. Patent O
1 {2) The- Contractor: havmg electe .to ﬁle a.nd havmg notlﬁed
‘the Contractitig Officer, in:conforiarce, with B(4):abovs, of such
eléction, - fails -to,file-promptly therealter. (as, determmed by: the
-:Admmlstrator) an, application for.a United Stetes patent ; or
“(3): An-application for &, United States patent. isfiled but; i not
iligently prosecuted «(as determined by-the :Adminjstrator).

In addltlol the Contractor shall, uponirequest.of the: Admmistr&tor,
promptly furnrsh .him, with. all mformat,lon relatingt to-the date and
identity of any known publleatlon of such.inyention made by o known
ito:the-Contractor or, where: applicable, 'of -any:contemplited pubhca-
. ¥ - known borthe Co Pachor b waingy 5
et .';Assegnment of Foreign. Rights: i ';?Admlmstra.tor she.ll have
‘the:further right; to require; when deems: such: actionm nécessary to
protect:. the, availability 1 of: the invention -for: the: uge sor,-benefit of
aviation in-another: country; or.other;countries; that all foreign rights
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in-any (Subject Invention;:including all right, title: and+interest in,
t0,-and ‘under any ‘patent:application ‘and :patent that ‘may.issue
‘thereon in such country or countries, be assigned 'to the ‘Government,
atany time; snd from; tlme to t]me after the earher of any one of the
Sfollowitig ocetiirencess | »iii
(1) The Oontraotm gwes the Contraotmg Ofﬁcel ertten notlce
of election not to file, or continue prosecution of, an application
s forea patent-insuch: country of countries;.or: i
(2) Upon the expiration of six-(6) months after the right hasg
« -acerued in the Government; under. the provisions of paragraph E
of this clause, to:require- “the - -assignment of »domesfic rights,
~application hasnot-beén fled by:Contractor:for: patent onl Sub}@(}t
: ;Inventmn in‘such:foreign ‘country: or-countries; or: -
~ 2(3) ‘Upon “the expiration -of nine: (9): ‘months* after date a
f.-correspondmg United States application is-filed, -application has
not been filed by Contractor for’ pa,tent on- Sub]eot-Inventlon n
- such foreign country:or countries. .. e :
Gr . Other: Nottces cmd, Insmctwn o
‘Ccmtractor ghall - ;
(1) glve prompt ertten notlce to the Contractmg Ofﬁcer of
+ (@) date and.-content’ of ‘any:-publication:of’ “Subject
Inventmn made prior to the ﬁhnO* of Aap hoatmn Jfoir United
rtoiinriStates 'patent thersony: {7 » :
- ¢ o1 #(b) date Subject’ Inventlon or anyfembodlmen hereof Was
sofirstoin public usé or onrsale initheUnited:States, ©7 i
(¢) date and content of assignment of any ri h t1t1e, or
_interest in Subject Invention, including rlght"tltle, ot interést
Hiny toyand under a,ny patent apphcatlon and atent tha.t may
issue thereon e RN
“(d) the: ﬁlmg ‘of any apphcatm for
foreign' patenfion Subject Invention;: ' e oiin v
i1 (e): Contractor’sielectionsinot torcontinue! prosecutlon ot
any-United States-patent application ‘orl Subject Invention
notléss than: su(ty (60). days before expn atlon ofthe: ’esponse
-eepertody and! s v v :
(f) issuance of an _Unlted State or fo
1o Subject:Invention; and: #3- i
{2) furnish: promptly torthe Contraotmg Officer on request an
irrevocable power of attorney to inspect: and: make‘copiesiof each
United- States: patent 'pphcatmn coveringSubject Invention.
License to Governme te Contractor shall grant;or cause to
b granted; and the Contractor does hereby grant, unto the Govern-
ment anirrevocable, ‘rionexclusive; royalty-free: hcense ‘or licénses to
practice and éwusy to be practiced; by or for thé United States Govern-
ment throughout the world,leach’ Sublect Tnvention(whether’ ‘patented
or iinpatented):in the: manufaotur $8, 701" sdigposition according te
law -of gy article:or msiter vt fhe ruse’ of an* méthiod o
s Bi Licensing by Governanént.
ifi(1): The ' Contractor shall! grant or‘oause ‘1o e granted; and
the Contractor does Hereby grant/ unto:the Governitient, the: mght
{ subject- only:to thelimitations'provided: for in Subparagra,ph (3)
of-this: paragraph;sexercigable at ‘any rtime or-fromitime 6’ timo
ubsequent:to: the: Contractor’s filing! of & pa,tent apphoatlon {311
Jiniany SubjéctInvention;ito: dedicate to thespublic’ all rights in:'the

Patem‘ A;oplwwtwn o The

1g : patent on
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“invention orito issue (under orin anticipation-of the issuance of
~any patent ‘onithe Subject Invention) non:assignable, non-exelu-
“sive lleenses -(for the: practice -of the invention for the use or bene-
fit "of taviation) and révocable: by the Governmient:only, Toyalty-
“free without Tegard to prior license or agreement which may have
“ - required payment of royalties; on:d nondiseriminatory basis to

< all” applicants determined: by the ‘Administrator in his sole dis-
cretion to' bequalified, to: use; manufacture and sell:embodi-
" mients of ‘the invention, whether. related:to.a product, process or
otherwise, for: the ‘use or benefit-:of ‘aviation; when and if the
A dministrator finds -that the Contractor:has not met ‘the public
need and ‘that the- public dedication: or_additional 11cens1ng by
7> the' Administrator is ‘necéssary in the public interest.

{2) Contractor agrées that any license or other pmvﬂege of use
it ispued:torany-other ;person under or ‘in-anticipation'of the issu-
~anceof any: -patent, whether with or:without royalty or on.an
: excliisive 'or non-exclusive basis for the practice of Subject Iriven-
‘tion; shall be'made only. after furnishing notice.toisuch licensee
L QT perlmttee of the terms of this elause and sh&]l further ‘be m&de
1:subjeet torthe provisions hereof. by
] (3) The right of the Adm1n1strator to issue the heenses pro-
-+ yided foriinm:I{1)-above shall be exercisable in: conforinarce mth
:the procedures hereinafter provided-and only-after:

e '.(a,) The:Administrator ‘hias obtained and:considered the ad—
- vice; to: the exterit;jon such terms; and with'respect. to-such
Iatters or issues as he inthis sole: ‘discretion:determines suit-
»able, of: such’advisory:bodiessor consultants as ‘he “deems
{ a,ppropnate -and:eompetent:in- the: particularisituation; jand
=By thereafter “the Administrator “hag: notified - the Con=
tractor, in. wrltmg, that he has ground ito:believe that:such
“invention isiat such stage of development: thatiif it were more
:generaﬂy available it would meet an'aviation need and.that
“the: public: interest; ‘with respect. to ‘an' adequate- supply, 4
easonable price consistent: ‘with normal trade practices under
“eompietitive .conditions; orimaintenance ‘of iquality, reguires’
‘the invention: to be:avilable-tolothers than ‘the Contractor
“and his licensées and, accordingly, the publicinterest reqiires
“the exercise: of -the. nght provided for in: I(1) above, stating
‘thie: Teasons! therefor. - Siich: notice: shall. contain: & Tequest
“that the Coniractor,:within a:time-specified-in such notice,
take appropriate steps, which- may include the issuance: of
tlicenses to'additiong]l manufacturers’of the Contractot’s own
election;: to meet ‘the-public'nesd . I upon: thé’ expiration
 of the time specified, Lorsuch: extensmn thereof: as may: ba
‘approved by the!Administrator;the: Adrmmstrator finds that
he Contractorhas failed to: take: appropriate steps’ adequate
to: meet the public:riesd, he’ shall notify: the ! Contractor; in
writing; with reasons: therefor, that at the end of ninety: (90)
ays from the date-of mailing such’ not1e he vnll exerc1se I
ights provided forsin T{1):above;=lin T ;
1f-within' twenty(20):days:ofireceipt ef such notflce i;he Gon=
ractor: files ‘with the :Administrator. worequest; in - writing, Horia
hiearing;ithe EAdmmletretor, orarepreseniative orrepresentatives
‘designated by him forthe purpose; shall promptly afford-the Con:
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~otractor o reasondble opportunity. to be heard (at a time and place
= torbeselected by the Administrator) to be represented by counsel,
otorpresent any peftinent information-and argument; and to rebut
s i.gny other:information -pertinent to.the :issues.. -A copy -of the
v wribten: findings: by the -Administrator ‘or. such representative
¢ - shall- be furnished -to the. Contractor, :which, findings shall be
% based solely on the material:presented.at the hearing, and shall
. befinal and conelusive upon the: Contractor..  If -the Adminis-
¢ otrator’s - decision,: based- upon’ such findings, ‘be’ that. the..Con-
“1 ‘tractor has not-niet: the public-meed and that; dedication and/or
v additional lieensing by the? Administrator is-neceéssary in the
~public interest, he may so:dedicate of license efféctive at the end
of the above-mentioned ninety: (20). day-period:-or at the con-
w1 telugion: of: the hearing, whicheveris later.: oo oo
o3l dnventions: by s Federal - Employees. - Notwithstanding ,sny’ pro-
¥ision containedin this contract; Subject Inventions made by Federal
employees; or by Federal employeés-jointly with others,.shall be sub-
mitted for and subject to determinations, procedures; and -disposition
under and pursuant to -the terms 'of applicable Executive Orders and
other Federal Regulations as ineffect onithe-dats:of execution of
this eontragt.:: ciel o0 soioueioig b add B0 il L
R, Conelusiveness: and- I'mplemenidtion of. Determinations by:the Ad-
ministrator. Determinationsi.of; the Administraton. on .all matters
gpecified-in- this:clatse as being for his determination. (ot in Executive
Orders and/or-Federal Regulations:referred-to-in paragraph J hereof)
shall be:nccepted :ag:final and.the provisions:of-the: clause .of this con-
tract entitled £‘Disputes’? shall.notiapply; -and;the Contractor agrees
that it.will,: and - warrants: that: all its-employees-who: may be the in-
wentors: will,execute ‘all-docuinents’ and: doall -things ‘necessary or
proper.to the éffectuation of such: determinations. ¢ .inwp
oviluy Patent, Agreements: Between' Contractorzand: Persons: Performing
. Work Under.this:Contract: - Except:as-otherwise authorized: in writing
by the Contracting Officer,:the Contractor shall obtain patent agree-
ments to ‘effectuate: the provisions; of ‘the clauge-from. all-persons who
perform any part:of thesworkiunder this:contract,.éxcept.such clerical
“and.manual:labor: personnel as will haveixio:access to technical data.
=M -Subcontract' - Provisions... Except as. otherwise: authorized in
writing by.the Contracting Officer the Contractor shall insert in each
subcontract having experimental;.developmental,.or:research work as -
one of its;purposés; provisions making -this. clause applicable to the

‘subcontractor and its employeesii- 7« STOREREE

N Effective Period ‘of mand. Regquired, Refereices-to;, Provisions of this
Clause.::-All provisions of ithis clause shall survive and: extend beyond
thie ;termination, iexpirationy; and final payment -under; this. contract,
any extensions: or:nodifications thereof; and such: successive: contracts
as may follow,: anid; continué: to. be- fully- effective: -and - enforceable.
The -exercise of any vight or. power by.the: Administrator er the Gov-
gtnment pursuant to: the: provisions.of: this.clause  shall:in- no event
and-in no-manner be: deemed: as an exclusiveelection.of rights or con-
stitute a waiver of subsequent additional-exercise thereofror of any
other right:ior-power ‘of the-Administrator:or the -Glovernment pro-
vided in.this.clause: or elsewhere inithis ‘contract.: i -Anyiright, title or
intérest -in or-te-Subject-Invention; or im-to; o under:any.patent

application or:patent that may:issue thereon; shall-be subject-to the
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provisions -of ithis: clavse;whether icreatedi by contract, assignnient;
license; or-otherwise; and . each such:instrument: shall o ;provide: and
include:refererice to this clause; and such-provision and reference shall
further appedr, where practicabls, in:any.domestic patent application
and patent whichimay issue on:Subject Invention.: SN

fug

+-{a) - As.used.in this clause, 4 1e -mea;xi;

ingSSthOTth beIO\ Uit gl Boomiiear ol Lo dggaiees

I ¢ term: “‘Subject- Invention!’ means.any invention, im-

~: {iprovement, ordiscovery, (whether,or.not patentable) conceived or

firat actually reduced-to practice either-— .. ' i
ST (A)mtheperfol‘m&HCGOf ibhe;.

mental,

] bl ...Xﬁerﬁﬁgﬁtﬂ,-féév'elop«
ior research-work.called. for, or required. under this

s (B)ing, for erimental; ; develop-
irmental, or researchiywork: relating:\to-;tge-subjéct:mattfer of
this contract which was done upon an.understandifg in
w1 lawriting that & contract would be awarded; 'y ¢
-provided that the termy (‘Subject Invention’ shall not-include any

invention which is specifically identified and listed-in thé Sehednle
T tf-iir? the:purpose. of -excluding it from.the licensé: granted by *this
. clause. ATATREEEt B SR yapy dinaia v ieg S e
o oo (i) The :term. ““Technical -Personnel’”’- means” any person em-
ployed by or working undericontract with the Céntractor (other
:than asubcontractor whose responsibilities with respect to rights
+ Jaceruing to.the Goyernment:in inventions arising under.subcon-
soirtracts sebforthiin (¢),:4{A), dnd. (@) below) who, by treason of the
- rnature.of his duties in connection with-the performance of this
i wicontract, would, reasonably be expected to make inventions.
..:(ii1) ~The tertns, ‘‘subcontract’” and ‘‘subcontractor” mean any
subeontract or subcontractor of the Contractor, and any lower-
1 tier subconfract-or subcontractor under this contract.. -
:(B) (1) “The: Contractor agrees to and does hereby grant to the Gov-
ernment, an irrevocable; tionexclusive,: nontransferable; and: royalty-
free license to practice, and cause to be practiced by ‘or for.the United
States :Government,: throughout: the:world;  ‘each .Subject Invention
in: the manufacture, use -and disposition of any avticle or'material, and
in-the. use .of any method; with the right in the Government to sub-
license:others to practice each Subject Invention. inithe manufacture,
use and salé of any-article or-ifi-the use of any method:for the purpose
of providing supplies or services to the general public:in:the furtherance
of ithe pubhic-interest...{:
71 (2): ' With respect-to: ] donnnliug hug uts i :
i (1):-any - -Subjeet: Invention made by other than - Technical
{Personnel;:: i w0 el s ominnd Duru oo :
= (it)-any Subject Invention: conceived prior to,butfirst actually
reduced: to practice in:the course of; any-of the expéerimental,
developmental;-ior reseateh work. specified:in: (@) (). 'above; and
svo(ili) the-practice.of -any Subject Invention in foreign: countries;
theobligation of the Contractor to grant alicense:as-provided in
s i{B) (1) abowe, to-convey title: as provided i (d) (1) (B) or (d)(v)
s ibelowy-and to eonvey:foreign:rights: as:providéd-in:(e) below,

the,. performance of any.ex
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shall be; Timited:to the: extent of the: Gontraotor B rlgh*t ‘to grantvthe
samne withoy t indurring wriyobligation deo: pay: royalties on other |OT-
perisation-to-others solely on: séeountof satd- grant; <Nothing} contaitred
mpithist: Patent ‘Rights clatse rshall be':deemed to:: O'rsmt ‘auy. 11cense
under any invention other than-a:-Subjeet: Invent'.ron i
(¢). The Contractor shall furnish to the Contraotlng Oﬁicer the
following informationr and:reperts: concerning Subject Inventions
whmh ree.sonably appear to be patentable:
: (i) &7 writterr ‘disclosure’ ‘promptly:-after: ‘¢onception’or - first
. aotue] reduction to practice of each such Invention together with
& written stateient’ specifying - wheéther of not a United States
‘o Lpdtent applichtion’claiiing: the Tnviention: hes been or Wﬂ]. be
filed by or on behalf ‘of the’ ‘Conitrgctor; *,
- (i) Inberim raports dt least everytwelve ’onths oommencmg
‘with the dite of ‘this' contract; ‘each Vsting all such: Tnventions
. _conceived or first actually reduced to practice miore than three
*months prior to:the date 6f theréport; an i
o Interim report; or - oertlfym' that” Al
¢ vInventions;and: # i
(iii) prior to-final settlement of ‘this: eontrac ﬁnal reporé
#:0:. listing all such' Inventlons 1nclud1ng- all: those rewously 11sted in
interim. reports M . i .
(d) In‘connection with eaoh)Sub] ect Inventmn raférred to 111 (c) (i)
above, the Contractor shall do the following:
~(i)+if the: Contractor specifies ‘that a- United: States patent ap-
-phcatlon claiming ‘such’ Invention will: be filed; the Contractor
-shall file or calse to be filed such: application in dueform and time;
-however; if :the.Contractor; after-havingspecified that such an
: 'a,pphoatlon ‘would be:filed, ‘decides Tot ‘to file or-cause to be filed
i said application,: the! ‘Contractor shall so- notrfy the Contracting
Officer at the earliest’ practicablé date and in'any event notlater
- than eight . monthsi after: first publication, public use or sale.
- (i1)+if the. Contractor spécifies that a United States patent ap-
phcemon claiming such Invention hasg not been filed and will not
-~ be filed (or-having-specified that such an application will be filed
.+t thereafter notifies the Contraotlng Oﬂicer to the oontra.ry), the
i tContra,ctor shall i
(A) inform the Contractmg Ofﬁcer in wmtlng at the earhest
praotloeble date of any publication of such Invention made
‘by:or known to the Contractor or, where:applicable, of ‘any
"~ contemplated: publication by ‘the Contractor; stating: the
: date-and: 1dent1ty of suoh publlcetlon or contemplated pubh—
reationyandiie et
(B) convey to the Government the Contrecton’s ent}re
rlght title and interest in such Imvention by- delivering: to
“the «Contraéting ' Officer uponswritten: request sich duly
executed instruments (prepared by the %overnment) of
- assignment ahd application, and such-other papers as are
 deemed'necessary tovestinsthe Government the Contractor’s
rlghi; ‘title; and mnterest aforesaid; and:the rightto apply for
"".-a,nd prosecute patent epplrcatrons covering such Invention
sthroughout:the world; subject, however; to-the rights :0f the
Cotitractodr in foreign applications as provided-in (¢) below,
sand! sibject furthertorthe reservation of &:non= “exclusive

RS




PATENT PRAGTICES ‘OF THE FEDERALAVIATION AGENCY 37

“ anid royalty:free Hoense to the Contractor (a.nd toits existing:
“anid futire associated and affiliated companies, if any, within-
the corporate structure ‘of whieh the: Contractor is ‘a’ party
_ which license shall be assignable to the suceessor of that part
+*'of the Coiitractor’s business to' which such Invention pertains;
(i)’ The Contractor shall furnish’ prompilyto the Oontractmg
Officer on request an irrevoeable power of ‘sttorney to inspect and
. make copies of each United: States patent application filed by or
0 6n behalfof the Contirgetor covering any such Invehtion:;

(iv) in the event the Contractor, or those other. than' the
Govelnment: denwng rlghts from’ the” ‘Contractor, elects not:to"
eontinue prosecution ‘of ‘any such United- States: patent applica-
tion filed"by or on-behalf’of ‘the Contractor; the Contractor shall
80 not1fy the Contracting' QOfficer not less than* smty dsays:before

the expirationiof 'the response period and; upon’ written request,

deliver to the:Contracting Officer such: duly executed instruments
(prepa,red by the Government) as ‘are deémed: necessa.ry to vest
in“the Goveérnment’ ‘the " Contractor’s: entire “right; title ‘and
interést in ‘stich “Invention drd the" application; sub]ect. to the
reservition ag'specified in (d)Gi) above; and ™ =i -
.. (v} the Contractor shall deliver to the Contractmg Ofﬁcer duly
uiiaxgeuted ingttiments fully confirmatory: 6f lany: hcense rlo'hts
hérein agreed’ 1o, begranted to the Governmenty il aii vl
(&) The’ Contmctor or these other than the G ] mentv erivi gz
rights frotn the Con ractor shiall; as between the pirtiss: hereto; have
thiovagcliisive right to’ ﬁle a,ppl" "tmn on Sub' it nvenmons 13:1 each
foreign' country within: - o
) i months'-fmm ﬁhe *date i correspondm Umted Statea
application is filed

A six monphs frofi the date permlssmn is ' gri 8
foremn ‘applicatior here such ﬁhng had been prohlblted ‘for

The Contractor shall npon ertten 1equest of the Contractmg Oﬂicer '
convey' to the Government the Contractor’s entire. right, title; and
intérest in ‘each: Subject' Invention in éach foreign’ country in Whmh
gh application has not béeti filed within the tirne abéve- specified, sub~
ject 't0 thie résérvation ‘of 4 nonexclusive sand royalty-free hcense 0’
thé: Contractor tog ether ‘with' the. right 6f" the Contractor to “grant’
sublicenses; which license and nght shall be‘assignable to'the successor
of ‘that pa,rt of the Contractor s busmess o’ Whlch the Sublect In-"
ventmn ‘pertaing. G o [
(f) ‘Tf the Contractor alls to dehver to th ‘tr"éiéti y Offic r"the
interim reports requiréd by (¢) (i) ‘above, or fails to’ furmsh ‘the written"
disclogures for all: Subject: ITnventions’ reqmred by (e)(i) ‘above shown’
t6 be duginisecordance with ¢ any mterim report deliversd under (¢} (iiy:
of otherwise: knowh- to be uniréported; there shall ‘be’ withheld’ from
paymentuntil the Contractor shiall Have Gorrécted stch failuves either’
ten' peteent” (10%) of theé’amount of ‘this’ contract, s fFori’ time ‘to’
time* athenided, or five thousand dollars® ($5: ,000Y; ,Wh1chever g 1eks,
After” payment ‘of “eighity petesint (80%) of’ thie Ariount of this cons.
tract, ag-from tirme to time amended, p ayiient shall’ Bé withheld tntil”
a Téserve of either ten percent (109%) of such amount: or five thousand:
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dollars -($5;000), whichever.ig less; shall have been set.aside, such re-
serve or balance thereof to be retained until-the. Contra.ctor shall have
furnished to:the. Contracting Officex: . ;
; t. (@), the final report required. by (c) (111 above
o () written idisclosures for . all Sub]ect Inventlons requu-ed by
il (c) (i)-above which.areshown to-be duein:aceordance with interim
i.: veports delivered unider {¢) (i)’ above,-or in accordance with such
e__ﬁnal reports; or:are otherwise Lnown to be. unreported ;. and.
b 1(111) the 1nf0rmat10n ag to any subcontractor requu'ed by (k)
elow.: e
' The maxinim a,mount Whmh may be w1thheld under thIS pa,ragraph
{(£):8hall not exceed.:ten percent. (10%)-of the. amount,of this contract
or.five thousand dollars. ($5,000), . whichever, is less, a,nd no amount
shall be withheld under this paravraph (£):'when. the amount.specified
by-this:par %raph (#.):s being withheld under, other provisions of this
contract. - The withholding: of  any:ameunt. or subsequent Jpayment
thereof: to. the. Coritractor. shall. not. be. construed -as o; waiver of any
vights aceruing:to thHe Government. under ithis contract.s This para-
eraph(f) shall notibe .construed as requiring. the Contractor to with-
hold any amounts from. &. subcontractor to.enforce.. comphance with
.the patent:provisions-of ‘2.8 1beontrict. : :
1(¢) 'The. Contractor, shall exert all reasona.ble eﬂ'ort in negomatlng
for the inclusion of apatent, rights clause contalmng all the provisions
- of: this Patent: nghts claise exceptiprovisions (f-) and (z)- in-any sub-
contract hereander of, three thousand: dollars. ($3,000)-or. more having.
experimental; developmental; or. research-work as one of its; purposes.
In the event of refusal by a subcontractor to accept such a. patent:
rights”clause; :the. .Contractor shall not proceed. with. the subcontract
without written authorlzatmn of the Contracting Officer. or. unless
there has been a. waiver:of the requirement.as hereinafter provided.
The Contractor, if unable to-com q[y with' the reguirement that.such
a patent rights clause be included in subcontract after exerting all
reasonable effort. to:do 50, may submit to: the. Contractmg Officer a
written request for waivel or modification of such requirement;: If,
within. thirt; ﬂ‘lr-ﬁve (35) days after.the receipt. of such request, the C'on—*
tractmg :Officer does, not. mail, or. otherwise. furnish- the: Contractor.
written denial of such request or notification that:the Government:
requests: the Contractor’s cooperation with the Government, which
the Contractor agrees to provide, in negotiating ‘with.the subcont.ractorg
for the acceptance.of a suitable patent rights clause, the requirement:
shell be deemed to have been waived:by the Oontractmg Officer &3 to..
all patent rights provisions with. respect to Subject. Inventions, except-
such provisions, if any, relating to the productlon or, utﬂlza.tlon of
special nuclear. materlal or;atomic energy.. sSuch request shall specifi-
cally state that the Contractor has us :dgy Il reasonable effort to comply:
with said requirement and. Shall cite the waiver. prowsmn hereinabove
set-forth. . The Ccmtractor i8,.n0t Tequired; when Degotiating. with: a.-
Subcontra.ctor to jobtain in behalf.of, the .Government ATLY: rlghts in.
subject Inventlons ‘other. than ag provided herein...: However;. the.-
Contractor is not, precluded from, separately., negotmtmg with..a sub-:
contractor for rights. in Subject Inventions.for the Contractor’s own :
behalf, but any costs so. ineurred. shall not. be;considered as.an allowable;
cha.rge ot cost under . this, contract. - Reports;, instruments;-and other :
1nf0rmatmn requu'ed to. be. furnlshed by,,‘a.‘-subcontra,ctor to.the..
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Conitra '1ng Oﬂicer under the prov‘lsmns of stich & patent rights ¢lause
'"b' ntract’ hereunder may, upon’ ‘mutual consent of the Con-
F: the ‘subcontractor (or by’ dJrectmn of the '’ Contr&etmg '
Oﬁ'icer)‘ ‘De furhishied to the Contraétor fe‘ 'transmr' ot t0 the:‘ Con-

(a) As uged in this clause, the followmg terms sha,ll have t.he
niganings setforthbelow s s :

The term  ‘Subject Inventlen” mbans an mventlon
provement ‘or dis¢overy (whether-ornot patentab {e) concelved
ior first: actually teduced. it practicesin the scourse of, ‘in: the
. performance of the work of; ‘orundér ‘the’ terms of :this- contract
pﬁomded that; the tern f"Sub]ect Juvention” shall: not’ 1nclude

¥ dnventii Whlch' is! spemﬁcla]ly ddentified “and listed:in the
cludmg qt from the hcense granted

W Ardeans? a,ny person em-

ployed by or workmg under contra,ct Wlth the Contractor (other
than & subeontractor whose respons1b1ht1es with respect to rights
i hgferuing to “the: Government: i iinvertions srising under sub-
.., contracts set forth in (g) below) who, by reason:of the nature of
{1 (“higiduties in' ‘connection 'with the performa,nce ‘of “this contract,
would reasonably be: expected to' make- inventions, or Whose:
employment dgreement withi'the: Contractor prov1des for his
; asmgnment of:patents to-the: Cont;ractor
» w3(ii1) “The terms “‘sibcontract” and* subcontra.otor ‘mean: any
subeontract-or Subcontractor:of: the Contractor; and: any lower-
tier'subcontract or subcontractor-under thiscontract.: o
v) “The ‘tertn: “publicrinterest?’” shall include-all: matbers o -
g under the ]urlsdlctlon of or which'may be promoted; regulated :
igr eprtrolled by any: agency of the U:S: Government.: .
£ (B)(1) “The: Oontractor agrees itoand: does  hereby ' rant to the
Government < an- wrevoce,b%r : ionexelusive,  nontrans erable; rand
royalty-free license to: practlce and-¢ause’to-be practiced by or for the
United : States’ Governiment, throughout the world; ~esch ‘Subject
Invention in the mauufacture, use and disposition of any: article or
materigl; and:in the use of any method; with the right in the Govern-
‘ment; to" suiblicense-others:to’ pra,ctlce e&ch Subject Invention in the
ma,nufa.cture, use and’ sale of ‘any-artielé orin the'use.of -any method
for 'the purpose of ‘providing supplies or sérvides to the: general public
in‘the furthérance of-the'public interest, .

(2) With respect to: i
‘ 5 @yialyT Sub]eot Inventlen made by other than Techmcal

m ]eet Inventmﬁ coneeived prlor t, but. ﬁrst actually
practice in ! he ‘course “of; any of the Work specified
boveandi® : :

(®) (1) above; to convey titlegs: prow&ed in' (dy@i) (B) or (d)(dv)
belew, and to convey foreign rights as:provided in (¢) below, shall
o8 liraited to the: extent of the:Contractor’s:right to grant the
rirga e -without meﬁrrmg ALY obhga.tlon to pay royalties: or other
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<yc: -COMPensation: to others {except, those. whose. rights. derive from
" the Contractor or its technical . personnel) solely on ‘account of
.. »said grant.. Nothing  contained in this Patent, Rights .clause
' ghill be deemed .to:grant. any., llcense under any, ivention other
than a Subject Invention.
{¢) The Contractor shall furnish to the Contracting’ Ofﬁcer the foI—
“Jowing information and reports concernmg Sub]ect Inventlons Whlch
reagonably appear 4o .be pateritable: : ...
(i) a written disclosure promptly a,fter conceptlon or. ﬁ.rst
- actual reduction to. practice of each sueh Invention together with
.- a-written statement specifying whether.or, not:a United: States
-1 patent application claiming the.Irivention has. been or Wﬂl be
;. .+ filed -by-orion behalf of -the Contractor; ../
-1 (id), anteriin reports at:least every twelve months, commencmg
-+ with-the dateiof this éonfract; each-listing. all .such . Inventions
t--.-conceived or. first actially redueed ‘to.practice more than three
months prior to the date of the report, and not lsted on a.prior
interim report, or certlfymg that there ‘are no. stch: ulreported
nventions;and :: . e
o (i) - prior  tok final: settlement 0. ;,,thls contraet-. ,,ﬁnal.:report
-;hstmg all such. Inventlons mcludln all those prevmusly listed in
cinterim. reports X : : ;
(d) In connection: Wlth each Sub]ect Inventmn referred to an: (c) Y]
above the Contractor shall-do-the following:: -1, .
“{i)- if : the . Contractor  specifies; that-a. Unlted Stetes patent
apphcatmn claiming such:Invention,will-be. ﬁled the, Coniractor
---+ - shall file.or .cansge. to. be-filed .such: appheatmn in..due form and
< tite; however; if-the Contractor, after having specified. that such
an apphcatlon wvould-be; filed, decides mot. +0 file or.cause.to be
- filed said-sipplication, tthe-Contractor shall so. netlfy thie Contract-
. :ring Officer at-the. earliest practicable.date.and in -any: event not
later than eight months:after first. publication, public use or-sale.
i oo(ityraf - the Contractor:. speelﬁes that -a United ;States ; patent
':-:u-,a.pphcatlon ‘claiming stich’ Invention:has not:been. filed, and will
7 not-be-filed- (or. having specified. that. such an: application will be:
filed thereaftér. notifies the.Cont: etmg ﬁ'tcer to the eentrary) ,;‘
HeGContraetor shall:. G : '
++i(AY idform the ontractmg Qﬁicer in. wrltlng at the ,arhest;
:practmable date: of any. publication: ofiguch: Tnvention: ade-
by.or:known; to.the Contractor ‘or, where. appli cabley of.any.
i .contemplated: publieation the ‘Contractor,. stating: the:
date and identity of .sueh - pubhcatmn OF, contemplated;
publication; and .
faniminet (B)Leconvey to!the Goverhment the Contractor’
right, title and interest in such Invention by:delivering to
. the* Cohtracting iOfficer .upon; written. . request .. uch duly
suexecuted: ; instruments (prepared ; by..the Gevernment) of
* assignment and apphcatmn and supl other ‘papers: ag are
:deemed netessary, tor Festin;the, Government: the Contractor’s
xight, title;.#nd intenest aforesaid; and ithe right to apply for
;and;: prosécute: patent; appllcatmns COVering- such, Invention
thronghout. the world; subject, however,-to; therrlght rof the
Centraefer:in: forel,gn apphcatlons as,promded ini(¢) below,
and‘sub]ect Afurther to iithe \reservation of : a. nen—exclu,swe B
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-+ -and royalty-free license to the Contractor (and to its existing.
... .. and future associated and-affiliated companies, if any, within.
.7 --,..the corporate structure:of which .the.Contractor is a. part),
- which license shall-be.agsignable to the suscsssor of that part,

of the Contractor’s business to which such Invention pertains:

(111) ‘The Contractor:shall furnish promptly to the Contr&etmg

. cer-on . request. an irrévocable: power. of ‘attorney. to inspect
..~ and .make copies of each United States patent application filed

...by or on behalf of the: Contractor covering .any such Invention;
(iv) in. the ‘event the .Contractor, or.those, other than the
Government deriving rights from the Coritractor, elects: not to

¢ continue. prosecution.of any.such United States. patent applica-
tion filed by or on behalf of the Contractor, the Contractor shall
. .80 notify .the Contracting Officer. not less tha.n sixty - days before
. ... .the expiration of the response period.and, upon written request,
¢ ....deliver to the Contracting Officer such duly executed.instruments.
P (prepared by the, Government)-as. are deemed. necessary to vest
;i .in the Government, the Contractor’s entire right, title and interest:
.. in such Invention and. the applle&tlon subject to the reservamon_,
. .ag,specified in (d) (i) -above; and, i
i (¥)rthe Contracton shall dellver t0 the . Cc»ntra,ctmg Ofﬁcer.
;_ﬁ.:;duly executed: instruments. fully confirmatory. of .-any. license.
.+ Tights and any sublicensing rlght.s herem agreed to be. granted to:
the Government,.

.{e). The Contractor,.or. those other tha,n t.he Government derlvmg
zrlghts from the Contractor, shall, as between. the parties herefo, have
the.exclusive right. to file. apphoatlons on Sub]ect Inventions, sub]eot,
to. l’ghe Grovernment" : 1ght to Subhcense, in. each forelgn country.
Wlt in:-. :

e (@) mne months from th date a,zcorrespondlng Umted Statesz
: apphcatlon is filed.: ; v - o
(i) six:months, from the date_.f permssmn 1s granted to ﬁle;
forelgn apphcamons where.. suoh ﬁhng ‘had. been proh1b1ted for:
- SeCUrity:reasens; or., G = :

< Oﬂgm) sueh longer perlod as may be &pproved by the Contraetmgg
< cer.- .
The Oontractor sha,ll upon ertten request. of the Contractmg Ofﬁeer:_
-convey- to.. the, Government the. Contraoto:rs .entire xight, title;. and:
interest, in.each Subject Invention in-each: forelgn country in which an;
application-has not been filedwithin the time .above specified, subject
to the reservation:of a non-exclusive and. royalty-free 11cenee to: the:
‘Contractor together.with; the right of the Contractor to.grant. sub-:
licenses, -which license.and. right shall-be ‘assignable to.the successor:
of that part-of the Contractors buemess ,rto whwh the Sub]ect In-:,
ventlon -pertains: ; i G : ; i
o j) Af the, Contraoto_r fa.ﬂs to dehver o the Contractmg Oﬂicer thea
mterlm reports required. by. (¢)(ii) .above; -or. fails . to furnish.. the,
written disclosures: for: :all. Subject. Inventlons reqmred by (c)(l) ahove.
shown to be. due .in; accordance. with. .any: dnterim. report delivered.
under.(¢) (i1)-lor - othermse koown- to: -bes unreported; there: shall be:

" withheld,.from . payment ‘until; the Contractor shall have correeted:
such f&llures «either ten percent (10%) of the.amount of.-this: contract;
: : e 0. timé- amended; . or five. thousand :dollars ($5, 000),}
whlchever ig legs. . After: payment -of: eighty: pereent (80%): sof the:
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“amount of this dontract; as ffom ‘tirhe to' titie armended, ‘payment
shall be withheld' until a-resérve of either ten percén (10%) of such
aniotnt, or five thousand ‘dollars’ ($5;000); whichever is less; shall have
béeri set agide} such reserve of balance thereof to be retalned until
the Contraetor ghall ‘have furnished to ‘the ‘Contracting Ofﬁcer
I (V1 ‘the final report required by (¢) (i) ‘above; * ¢ ¢
" (i) written' disclostires’ for 'all Subject: Inventione réqu
“(6Y@) above which sare:showni*to ‘be due ‘in’ accordance’ with
srvinterim  réports-delivered under | (g) (i) above, or in accordance

E Wn&h such ﬁnal reports or are 0therw1se known to be- unreported

7 an

b 1(111) the mformatmn as to any subcont.ractor reqmred by (g)

* bélowr;

The maXimum' amount Whlch may-beé mthheld under ‘this paragraph
() shall not éxceed ten percerit (10%;) of the amourntof this contract
or five thotusarid dollars ‘($5,000); whichever is‘less,“and’ no athount
shall bs withheld under this paragraph (f) when' the' amount specified
by this paragraph {f) 15 being withheld under other provisiors ¢f this
contract.The withiholdihg ‘of any amount or: subsequent ‘payment
thereof to the Contractor shall not ‘be ¢onstrued as’ a waiver’of any
rights aceruihg to the Governnient under this'contract.. This para-
graph’(f) shall not'be- ‘construed as'requiriig the Contractor t with-
hold' any ‘amounts from a- subcontractor to enforce comphance Wlth
the patent provisions of a subcontract.

-(g) The Coritractor shall exért all reasondble’ eﬁ"ort in; negotlatmg
for the inclusion of & patent rights clause containing all the provisions
of this Patent Rightsclsuse except provision:( J) in‘sny subcontract
hersunder of three thousand dollars*($3,000) or more having: experi-
mental, developmental, or research Work as one of its purposes. In-
the event of tefusal by a subcontractor to accept such ‘a patent rights
clause, the Contractor shall not proceed with the'subcontract w1thout
ertten authomzatlon of ‘the’ Contracting ‘Officer. or unléss there has
been a waiver of the requirement as hereinafter provided, = The Con-~
tractor, if unable to comply with the requirenient’ that such a patent
rights’ clause be included in a subcontract after exerting all reasonable
effort to do so, may submit to the Contracting Of%eer ‘- written
request for Wawer ‘or ‘modification ‘of suchirequirement. - If, within
thirty-five (35).days after thereceipt of suchreqtsst; the’ Oontractmg ;
Officer: does not ‘mail“or‘ otherwise furnish : the: Contractor  written
denial of 'such Téquest ot notification ‘thet the Government requests’
the' Contractor’s’ codperation “with ‘the: Goveinment; ‘which -thie ‘Conz’
tractor ‘agrees to prowde ini negotlatmg with' the- subcontractor for-
the-acceptance’ of+a ‘stiitable: patent ‘rights-clayse, the reqmrement.f
shall be’ deemed: to: have been waived by’ thie Oontractmg Officer as
to all patent rights provisions with respect to Subject Tnventions,”
" exceptysuch provisions, if any;’ relatmg to the produet.mn or utﬂlzatlon,
of “special ‘nuclear matemal or-atomic énergy. - Such 'Fequest “shall’
speclﬁcally state that the' Contractor hag used all téasonsble effort’
to :comply with said- requlrement sand: shall-cite the waiver provision”
herema%ove set forth; -« The Contractor:is tiot Tequired when niegotint=:
ing'with-a sibcontractor, to: obtain in behalf of the Government any
rights in Subject Fnventions other:than as provided herein. ~However,
the CGontractor ‘is not precluded from separately ‘negotiating ‘with a
subconitractor for Tights:in:Subject “Inventions for -the Contractor’s
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~own-behalf, but. any. costs so.incurred; shall . not be considered:as an
allowsble. charge or, cost, under. this_contract. Reports Jinstruments,
and. othier, information required-to. bé furmshed by a:subcontractor to
the., COntra.ctmg Officer. under the provisions: of such a patent rights
clause in a subeontraet. hereunder may, upon. mutual consent of the
Contractor and the subcontractor. (or. y irection of the Contracting
Officer) be. furmshed to, the _‘Contra.ctor for. transmmsmn to the Con-
" tracting. Officer; - R

" PATENT RIGH’I‘S CLAUSE. 14

. (a) As used in’ tlus clause, the followmg erms shall ha,ve the
meanmgs set forth below: . .: . '
(1) The term “Sub}ect Inventmn eAns- any 1nvention i~
N provement or discovery (Whether or not patentable). conceived
. orfirst’ aotua]ly reduced to practlce in the ¢ourse of, in the per-
. formance of the work of, or under the terms of thls contract;
h promded that ‘the” term “Sub]ect Invention” shall not include
. any invention which is specifiéally identified and listed in the
o _,.‘%chegule for- the purpose of excludmg 1t from the license granted
.....by. thig cl . _
o TRy The: te ,‘fTechmcal,‘Pers' neL” 'means any person em-
'ployed by or working under coniract with the Contractor (other
" than a subcontractor whose responmbllltles Wlth raspect to rights
..., aceruing to.the Government.in inventions, arising under subcon-
. tracts set forth'in_ (h) below) who, by reason of the nature of his
“duties in connection’ with the performa,n ; this . contract,
... would reasonably. be expected .to; make in ntions, or Whose
o employment agreement with the Con aotor prowdes for hlS
. ... assignment, of patents o the. Contrac
.7 (iii). The terms “subcontract”’ and ‘“sub ontractor mean any
fsuboontraot or subcontractor of the Contractor, and any Iower-
. tier subcontract or subcontractor under: this contract o
(b) (1) The Oontractor agrees to ‘and does hereby grant to the
Government an irrevocable, nonexclusive, nontransferable, and
royalty-free license to praotlce and calise to Be practiced by or for
the Uhited States Government, throughout the world, each Subjeet
Invention in the ma.nufa.cture use and disposition of any article
or material, .and in- the use of any method; with the right il the
Government to stiblicense others to’ practice eaoh Subject Invention
in the manufacture, use and sale of any article -of in the use of any
method for the purpose of prowdlng supplies or services to the general
public within the Uhited States, its territories and possessions in
_the field of . Air Traffic.Control, 1f and whengver the Federal Aviation
Agency shall have first, found as a fact, ‘after’ approprmte procedure,
that . the grant’ of such sublicense is reqmred in the public interest
cogmzable by any, agency of the Government.
(2) With respect. to: . e
) any Sub}ect Inventlon made by'
z,:.__Personnel)_ JRE e

: Technioa.l

céive [“prior to, but ﬁrst actually
of;. any. of ‘tHe WOrk specified

¥
duced to pract
in (a)(i) above
- (1) 'the practi -
\.__the obhgatlon of 16 Con'

‘countries;
cense as prowded in
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c By () above,: to convey'tlﬂe a8 promded in® (d) (ii) (B) or(dy (1v)
- *below, and- o convey ‘foreign’ rights s'prowded in’ (¢) below;
hall ‘bé limited: to thie sxtent of the Cotitractor's tight' to crra,nt
the “saiie’ without’ incurtitig* any’ obligatior to pay royaltws or
other competisdtion ‘to others (exiept those whose rights derive:
s U frof the | ontractor or its technical perSonnel) ‘solely on’aceoint
“of‘said grant. “Nothing cotitairied ' this’ Patent Rights. clavise
.shall be deemed to grant any hcense under any ihventich othér
than a Subject Invéntion:

(¢) The Contractor shall furmsh to the C'ontraotmg Oiﬁcer the
followmg information and Teports’ eohcern g Subject Inventlons
Whlch reasonably appear to.be p&tentable L
: (1) 2 wrltten 'dj _1 % ptly* efter conceptlon or first.
: ho pt i each such Tnvention- together with
o 5 g hether or not a United ‘States
e .patent apphoatlon c’l he Invention has’ been or w111 be
" tiled by or on behalf of ‘the Contractor N

© ' (i) Intérim report ab least’ ‘every twelve months, commenemg'

‘with the ‘date of this contract, edch listing all such Yovetitions
... conceived or first aetually reduced to practice more; ‘thian ‘three
,months prior to the C it the ‘report, and not listed on a prior
U indering : hat‘there are no such unreported

sttlement. of ‘this, contra,ct ‘o findl Feport.
ns mcludmg all those prevmusly listed

in mt;er]m reports
(d) In’ connectio;

?eh Sub]ect Inventmn ] ferred to 111 (c)(1)
a,bove, ths' Contractor'shall do’ the following:
(1) if the Contr: ; ifics that & Umted States patent
a,pphcatlon cla,lmmg such Inventlon will be ﬁled ‘the Contractor
“shall file or cause ‘to be filed sich’ apphcatmn in dug form and
.. time; however, . if ‘the ' Contractor, after having’ speclﬁed that
o sueh an appllcatlon would be ﬁled ‘decides not to file or cause
. 1o be filed ‘said application,’ the Clontractor shall so° notify the
' 1_’Contmct1ng Ofﬁeer at the’ earliest practlcable ‘date and in any

.- - evert not Tater than e gh months ftor fitst pubhca’mon, publlc

Jont] cifie N Umted States patent
apphcatmn imipn sh Invention ‘has not been filed ‘and will
:‘:not be ﬁled (or he.vm ' specified that such an’application will bé

' Ei ‘Contra, i'ng Ofﬁoer to the contrary),

ont ctmg erin ertmg at ‘the earliegt
. ,pr&ctlcable,date of any pubhcatmn of such Invention made
" by or knowr t8 the Contractor or, where applicable, of any
contemplated “publication” by the Contraetor, stating thé
- - date.-and . 1dent1ty of such pubhcat.lon or eontemplated
" publication’; and’
... (B) convey to.the Govm-nment the Contra,ctor 5" entire
nght title and 'interest in such Invention by delivering to
" the Oontmetmg Officer “upon ‘written  request’ such duly
. executed instruments  (prepared by tha Government) of
a.s51gnment and’ apphcatlon, and- guch other papers as are
" deemied nécessary to vest in the Government the Contractor’s
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foresaid;” e.nd the right 6 apply for
and 'prosecute’ patsnt applications’ covering’ siich- Invention
‘throughout the World, ‘subject, hiowever, to the rlghts of the
~Contractor’ inl foret; pplications as provided in- (e) below,
‘and subject Turthérto the reservation of & hon‘exchisive and
royaltyiree license” to: the Contractor (and " to ‘its: eXisting
‘and’futire’ “as80cia ind affilisted “corhpanies] if * any,
-w1th1n the corporate structure of which the Contractor is 8
‘ - which licenise shall ‘be ‘assigrniable 'to" the successor’ of
part of fle’ Contrector & business to WhJ.Gh sueh Inven—
tion’ pertalns o :
(111) The* Contract romptly to' the Contractlng
Officer oti requést;an” irrevocable “power of ‘attorney’ to inspéct
nd make copies 'of ‘each’ United’ States patent dpplication filed
1" on ' behalf of the’Contrictor ¢ eovermg ‘any such Invention;
C@v) in"the ‘event the 'Contractor, ‘or' those other than’ the
" Government deriving’ rights-from’ 1bhe ‘Contractor, elécts not to
* cotitinue' prosecutmn of any sich United States patent eppheatlon
“filéd by or ‘on behalf of the Contractor, the’ Contractor shall 'so
- notify the Contracting Officer not less. the,n sixty days before'the
* ‘expiration ‘of 'the’ response period and, upon written request,
deliver t6 the Contracting’ Oiﬁcer such’ du]y exécuted instruiments
(prepared by the Government) as are deemed necessary to vest
in the Government the Contractor’s éntire right, title and intérest
m’stuch Inventlon and ‘the appheatmn Sllb]eOL to the reservetlon
‘spécified in’ (d)(ii) above; and’ *
(v) the Contractor shall dehv’er to’the Contractmg Oﬂicer duly
" executed instruments fully confirmatory of aiiy license rights and
Y dny subheene Fid r1gh"s hereln 'greed to be gTented to the Grov-
: “ernmnéent.’ o
¢y The Contractor, of ‘tho ther then the.Government denvmg
rights from the Contractor shall, as between the parties hereto, have
the exclusivé right to file appheamons on Stibject Inventions, sub]eet
to the Government’s right. under‘_(f) in eeeh foreign country within:
- :...() nine month‘ from he-dat spondmg Umted States

om _ the' date’ permlesmn ‘18 gmnted to file
here” sueh ﬁhng hed been proh.lblted for

convey to the Government. the Contreetore entire r1frht tltle and
interest in each Subject Invention in each forelgn eountry iti which an
epphcetlon has not been filed within the time above specifiéd, subject
to the reservation: of & non-exclusive and Yoyalty-free license to the
Contractor together: with ‘the right of the Contractor to grant sub-
licenses, which license and right shall be assighable to the successor
of that part of the C‘on raCHOT’S buemees to which the Sub]ect Inven-
“tion pertains. " o f g
“Whienever: ' . N P
1, the Contraetor (1nelud1ng those derwmg theu- rlghts from
the Contraetor) hae obtained & forelgn petent to &’ sub]eet
‘invention; -
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2. the grant of & license under that patent to a foreign govern-
i iment or. &, manufacturer a,pprov_ed by, that .government, is
; _requu'ed by the publicinterest (asi found as s fact by FAA); and

...: 3. the Contra,ctor ifsell or tb.rough dts licensees is not making
gulpment .incorporating , the - sub]ect Jinvention. avaﬂable in
equate qua,hty, in, sufﬁclent quantity,, at reasonable price, or
~ . otherwise. as. requlre the pubhc interest, (as, found_‘as a fact

158 ent_ nght to. reqmre the
Contractor. to, grant such. non-excluswe non -transferable, licenses,
and upon such terms, as may be reqmred mgth ‘publie interest.
Public, interest: in. this, pa.ragraph shall mean 't ,pubhc interest or
policy. .of the United: State,s as evidenced by.a treaty, conyention, or
international  executive agreement:to. which-the United States is a
party,.or by & United States statute or. regulamon In establishing
the terms ynder which any license shall be issued hereunder; the Gov-
ernment shall, to, the extent consistent v _th public. 1nterest (as found.
as;a fact by FAA) N prowde for; the, recovery. by. the, Contractor of a
reasonable’ royalty.at Tates, which shall not xeced. those charged to
its own licensees,’ A T

(g) If the Contractor falls to. dehve o 1 ntracting. Ofﬁt:ér the
1nter1m reports required by (e).(il) above, or fails te furnish the written
disclogures for all Subjeet Inventions requlred by i(¢) (i) above shown .
to be.due in accordance with any interim report delivered under (c) (ii)
or-otherwise known to be umeported there shall be mthhed from,
paymment until the Contractor shall have corrected such fmlures either
ten: percent, (10%) of the amount; of ‘this contract, as from' tlme to
time amendéd, or five thousand dollars (85,000, thhever is less,
After payment of elghty percent, (80%) of the amount of. this con-
tract, as from time to timé amended, payment shall "be withheld until
a reserve of either ten percent (10%) of such amount, or five thousand
dollars ($5,000), whichever is less, shall ‘have, been sot; adide, such re-
serve or balance thereof to be retained until the Oontractor sha,ll have

furnished to.the Contracting Officer: . L

© (i) -the final report required by (e) (111 ;

(i1) ‘written disclosures for all Sub]ect I
{e) () above which are shown to be-due in a,ccordance with lntenm
reports delivered under (¢) (i)’ above orin’ a.coordance "ith-,such
final reports, or aré otherwise knowh to be unireported ; an:

8y l(111) the mformatlon a8 to any. subcontrac, ‘ ”"r’iaquu' d by (h)

elow -

The ‘maximum amount Whlch may be withheld under, this ,graph
(. shall not exceed ten percent (10 %) of ths amount. of this dontract
or five thousand dollars ($5,000), -whichever is less, and no: amoint
shall be withheld under this. paragraph (g) Whetl the' amount specified
by .this para,graph (g)-is bemg withheld under other provisions of this
contract. The withholding of any: “arnount. or subsequent pa,y'ment
thereof to the Contractor shall not be construed as a ‘waiver of any
rights aceruing to the: Government under thJs contract, Thlg para-

raph (g) shall not be construed as requiring “the Oontractor o with-
%old any amounts from a subcontractor to enforce 'ce Wlﬁh
the patent, provisions of a subcontra S

“(hy. 'The Contractor exert; onable effort, in negotmtmg

_ 16t the irichision of & ‘patent rights clause Cortaining a,ll the prowsmns
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“of this“Pitent Rights’ cla,use except p vidion (g) in’ any’ subcontract
‘heérétinder ‘of three thousand’ dollars ($3,000) or more havmg experi-
fmenta,l developmen , ok H§ ofe of its purposes. In
v a8 ntractor to ‘decept such'a patent rights

‘clatigé, the Coontractor shall ‘ot proceed ‘with ‘the subcontract without
wrltten ‘authorization of the' Contractmg'Oﬁicer ‘or unless’ there has
‘been ‘s waiver of ‘the ‘Fequirement’ ‘as Heréinafter provided. " The
Contractor, if unable to comply with the requirement that such a
atent Tights ‘clatise’ be inclided ‘in"a iibcontract after exerting all

Tesonable eﬁ” t to ‘80, may ‘submit’to ‘the Contracting Officer a
) v modification ‘of ‘such requirement. If,
a,fter' the ‘Teceipt’ of ‘stich” fequest, “the

'therWISe. sh'the Contractor

jotification’ that the Governmient
Tequests the Contract 3 peratmn with the Government, which the
Contractor ‘agrees 1o provide) in- negotlatlng with the’ sitbcontractor
for the acceptance ( ‘stiitable patent Tights clatisé, the requirement
‘shall ‘be deerne ave béen'waivéd by the Contricting Officer’ as to
‘all paterit ng’hts prowsrns with respect to Subject In¥entions, 8xce
suchi’ ‘provisions,”if “any,’ relating t6 the production ‘or utilization of
specx&}l) ‘nigélear material ‘of atomic” enétpy.’ Such Tequést shall gpe-
cifically state that the Contractor has used all' reasonable’ eﬁort to
‘comply’ with ' said’ réquirement’ and’ sha.ll ‘cite ' the ‘waiver provision
heremabove set forth.. The Coqtracjsor_ is not reqmred wheri" nego-

any rlghts ‘in ’Sub]e
H W ‘_"er_. ‘the Cogtr

; Iuded from eparately negomatmg
Vin Sub]ect entions Tor the Con-
§.80 Incurted- shaﬂ not be con31dered

patentsfights cla' e ‘
‘consent'of the’ Oontr&ctor and the:subcontmcto‘r (or by d1rect10n of the
Contra,ctmg Oﬂicer) be farnishe the’ Contractor for transmlssmn

YiAgrused in: thist
g th belows !
1)1 The ‘teim “Subject Invention™ :means a,ny mventaon, im-
{provement, ori dlscovery.whether or: not’-patentable, concelved
or first actually reduced to' practice either ;

(&) in7ithex - performance of ithe experlmental develop-
fental, or research: wor, called for or- reqmred under this

trsoh - o 8

(BY it the: performance of .any,. xperlmental H develop-
mertital, ‘or researeh! work relating:tothe subject matter of
this contract which was done upon an undersbandmg in
s iwriting thata contrict would' beawarded; ;

provided that the térm:* Subject Invention® sha]l 00t 1nclude any
invention which is specifically identified and listed in the:Schedule
f?r the purpose of excluding it from the license granted by this
clause.
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-+ (i). The term. ‘Technical Personnel’ means.any person. em-
.. _ployed by or, working under contract, with the’ Oontractor (other
than .a.. subcontractor whose. responsrbllltles 3 ,_'th respect,
. Tights aceruing to. the Government in, inventions arising under -
- subeontracts set. forth:in . (g) (1), and (i) below), who, by reason
... .of the nature of his duties in. connection. with , the, performance
- 'of this contract -would 'reesonably"be &xpe ted to .make  in-
venmons : .

: ‘subcontract or: subeontmctor of the Contractor, end any Io
tier. subcontra,et OT; subcontra.ctor under this conbract. .
“hereby grant. to the Go..‘ -
emment ‘an. 1rrevocable, nonexcluswe non ansferable, and royalty-
free. license to, ;practice,. and b _practiced by or for, the
United: States .Government, brougho orld, .each” Subject. In-
-yention in the manufacture, use and’ disposition.of any. artrcle or Ma-
terial, and.in the use of ahy. method, Wwith the vight in the Government
bo subhcemse others, to-practice each Subject Invention in the manu-
facture, use; and.sale of any:: article or in.the use.of any method for the
‘purpose of provrdmg supplies or services to, the general public of; the
Umted States and its terlitorres in the field.of air traffic, .controls.

reduced to..practice. in.the. course of, . an; he"expenmenta,l
developmental, or, research work speatfied .in’(e) (i) above; and-;
..(iil) the practice:of any Subject Invention in foreign eountnes
the obhgatron of the Contractor to grant a license as provided in, (5); (1)
above, to. conyey title as provided,m, (d (11) (B Y.or {d){iv) below, and
10 convey foreign rights as provided in. (e), below, shall be limited to
the extent, of: the Contractor’s. right-t grant the samg w1tho 1t 1n'-
curring .any obllga,tron to,.pay.. royalties, N
others, soIey lon’ account, of said, gra
Patent. Rights clause sl all be. 2eIn el
invention other than a Subject Invention. ..

(¢} The Contractor shall furnish to the Otmtmctmg Oiﬁeer the
following informatiopn, and. reports .concerning Subject Inventions
Whlch reasonably appear 10 be patentable
- riy (1) & written wdisclosure . promptly.- after. conception. or: first

actual reduction to practice of each such Invention together with
: aowritten statement. specifying whetlierior not.a United States
- patent application:-claming ithe. JInventio -;.has been oI W111 be
filed by or on behalfiof the: Contragtor; i .
-l {il) interiny reports :at leash every: t.welve months commencmg
'+ with';the date: of this contract, each listing -all such. Inventions
conceived -or first:detually: reduced to- practice;more;than-three
“.months priot to the date’of the:report; and:not:listed on a prior
interim. Teport;: or: certlfymg tha.t there-. are N0, such: unreported
rInventions; and: o : 5 s

(iii) prior to- ﬁne .settlement of bhis: cont ct, a ﬁnal report
- listing; all stich: Inventions mcludlng all those prevmusl :listed in
' mtemm reports.

.. Nothing centained. :
grant any. hcense under any
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{d)  In-conneetion with:each-Subject Invention; referred to m (c) ()
above, the Contractor:shall:do the following 1.
(i) if the:Contractor specifies:that; a: eUmted Sta,tes patent
- applicationclaiming such: Invention will:be. filed, the Cotitractor
.. :ghall file or cause:to béfiled such-application in ‘due. form-and: time; -
. However: ifthe: Contractor,: after: iavmo' -specified-that such; an
apphcatlon would:-be filed, dedided: not: to-file or: cause to:be filed
said application, the Clontractor shall so: notify. the: Contracting
.0 Officer-ati the earliest:practicable:date and-if any event:not later
. ithan éight menths after first-publication;public.use or sals.
‘ (i) if the Contractor specified that a United. States patent ap-
»oplication elaiming such:Invention.Has not:beenfiled-and will not
“be filed (or having specified that such an apphcatmn will be filed
" thereafter notified: the Contra.ctmg Oﬂicer to the contrary) -nt.'he
' Contractor shall:: o : s :
s (AYrinform | the’ OOntractmg‘ Oﬂicer inj wrltmg at. the ea,rh-
est practicable dateof any: pubhca,tmn :of suche Irivention
made by or known:to theGontracter “or, - where -applicable,
of ‘any:contemplated publication: by the: Contra,ctor stivting
i thet date and: 1dent1ty sudh pubhcataon ri-contemplated
{. publication;and - i R :
(B} convey to the Government the Contractors entlre
“aight, title; and: interest iinisuch Invention: by delivering to
oithe s Contmctmg ‘Officer’:upon: written:: request. suchduly
executed ' instruments ~(prepared ‘by:the | HGovernment)-of
rassignment and | application; and: such other papers ras-aré
déemed necessary to:vést’ inrthe Goverhment: the Contrac-
tor's” right; title; “and. interest dforésaid; -and :the’ right: to
apply’ for -and - proseoute patent apphcatlons covering siich
Inventjon' tliroughout: the world, ‘subjétt, -however; to:'the
rights ‘of ‘the ‘Contractor in forelgn applications as: prowded
i #(¢) Phelow; and “subject. further to:the-reservition of:a
- “noncexclusive : andi~royalty-free dicerize to - the: Contracter
: !i(a,nd toritsrexisting and future associated and affiliated cor-
panies, if any, within the corporate structuré’ ofcwhich-the
o Contra,ctor 8 pa,rt) which: license 'shall-be: assignable to the
i 'gticcessor of that- part of: the 00ntractor 5 busmess to Whlch
<+ grieh Tnvention: pertaing ;= v
© (i) thesContractor shall: fUrmsh promptly to" the Contr&ctmg
Officer on: request ‘anirrevocablé:power: of ‘attorney’ to inspect
' “and make: dopies: of ‘eaeh United States: ‘patent: application filed
by or on behalf of the Contractor covering any such- Invention;
(i) the event the: Contractor,: or - those ~other:ithan - the
“Government’ ‘deriving rlghts from”thé'@o‘ntmctor ‘elects’ not(to
continue prosecution”of any such United: States: patent applica~
“tion filed by or'onibehalf of ‘the Contradtor; the' Contractor shall
- 50 ‘notify ‘the Contracting’ Officermot less: than sixty days before
“ the“expiration:of the résponss period:and, upon: written request,
" deliver to the:Contracting Officer such duly executed instruments
"(prepsued by ‘the Government)-as are déemed: necessary to’ vest
1/ the  Giovernment; :the  Contractor’s : entire “right, - title; - and
:interest in such  Tnvention -and- the apphcatlon sub]ecb to the
reservation as specified in/(d) (i) above; - = :




i,’_”)0 ‘PATENT PRACTICES: /OF "THE /FEDERAL AVIATION AGENCY

“{v) the:Contractor: sha,llv ‘deliver:to . the ‘Contracting : Officer
duly executed instruments fully confirmatory:of any hoense Tights
“‘hereinragreed to. be grant.ed %0 the Government..::

i .(e) The’ Contractor, or: those iother than. the Government denvmg
rights  from the: Oontra,ctor shallhave ‘the ‘exclusive -rights. to file
apphcatmns on-Subject: Tnventions in each foreign:eountry-within:
& < (i) nine 'months: from t.he da,te & orrespondmg Umted States
a,pphcamon ig'filed ;- :
(i) six monthis: from bhe d&te perzmsszon is’ granted to file
forelgn apphca,tlons «where: such ﬁlmg h&d been proh1b1t-ed for
i secumty TeasoNd ;o £ i
S Henfiin) csue longer penod a8 may
cer. i i ;
The Oontra,ctor shall upon wntten request of the Oontractlng Oﬁ'icer,
convey to the Government the Contractor’s entire: right,- titlé, and
interest it each Subject: Invéntion in-each foréign: country in which an
application has not been filéd within the time-abeve specified, subject.
1o ‘the reservation of a nonexclusive and-royalty-free: license to the
‘Contractor together: with  the right :of the Contractor to grant sub-
licerises; which license and right skall -be ‘assignable t6. the: successor
of that part of the Contractors busmess t.o whieh:: the Sub]ect In-

PProved by the Contmctmg

' ventlon pertains::’

* () If the Contractor- faﬂs to delwer to the Oontractmcr Officer the
mterlm reports required by (¢).(ii} above;or fails to fmmsh the written
‘disclosures.for all Subject Inventions requlred by (&) (ii); or .otherwise
known to-be unreported,. there shall be. withheld from: payment until
the Contractor shall have corrected such-failures . either ten percent.
{109%) of the amount of this contract, as,from time to time amended,
orfive thousand dollars ($5,000); Whlchever is less. - After. Ppayment of

-eighty percent (809} of -theramouni of this: contract, a8 from time to

#ime amended, payment shall:be withheld until areserve 'of-either ten
percent: (10%) «of ‘such amount, :or . five : thousand. dollars: ($5,000),
whichever is. fess, shall have been sat-aside, such reserve,or balance
thereof.to be- ret&med untﬂ the Contra.ctor hall have furmshed to the
Contracting Officer:- -~ ... TN
fa;ai v e(i): the final: report requlred Vi (c) (111) above :
i b (i) written - disclosures for all, Subject. Invent.mns reqmred by
(c) (i} above which are shown :to.be:due-in. accordance with
-interim reports delivered 1inder (¢} (i). above-or in:accordance with
‘;:such final reports or are otherwise known to be unreported; and -
Jardl b (111) t.he mforma,twn a8 to any subcontraotor requlred by (5
S elow. P
The meximurm: a,mount thch may be mthheld under th1s paragraph
{f) shall.not exceed- ten; percent (109%) of the. amount of .this contract
or five thousand. dollars ($5,000);, whichever is less,.and no amount
ghall be withheld under this para,graph (). when. the amount specified
by this-paragraph (f) is being withheld under: other provisions.of this
contract. .- The: withholding of; any.amount -or subsequent- payment
thereof to thie Contractor shall not be construed as.a waiver.of any
rights jaceruing -to’ the. Government. under this contract. . This para-
graph (f). shal% not-be construed.as requiring: the Contractor; to, with-
hold .any amounts from- a.subcontractor: to nforce comphance mt,h
the patent prov1smns of -a-subcontract.:; ; CICE ey i
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(g) The: Contractor:shall: exert. all reasonable effort in negotiating.
for the inclusion -of :this - Patent: Rights . clause. it any subeontract;
hereunder of three thousand dolars ($3,000) or more having experi-
mental, developmental;: or research: work-as-one of its purposes, In
the event of refusal by a subcontractor to accept the Patent Rights
clause, the Contractorshall notproesed withi'the subcontract-without
written authorization of the Contracting Officer, annd upon obtaining:
such authorization; shall cooperate with thie: Government in the nego-
tiation with ‘such! subcontra,ctor of an acceptable patent rights:clause;
provided, however, that” ‘the: Contractor shall'in ny 'event require
thie subcout,ractor to’ grant ‘to the’ Government’ patent rights under
Subjéct Inventions of no-less seops and 'on’no less favorable terms
than those which the Contractor has under such subcontracts, except
that i no ‘evént shall “hé: subcon’sractm‘ ‘be required:‘to- gra,nt to the

Governmént’” patent’ rights in extess of : thiose herem ag'reed to be
granted to:the Government by 'the: Gontractor.

(A) The Contractori ‘shall ‘at “the earliest: practlcable da,te notify
the Contracting Oﬂicer in’ ertmg of :any subcontract: contalmng a
patent rights ‘clauss;’ furnish ' the: Contracting -Officer’ a copy of ‘such
clause; and notify: the- Contracting ‘Officer’ wheh' such subcontract is
completed It is understood that with respect to such subcontract
clause; the Government is a third- party beneficiary; and:the Contrac-
tor hereby assigiis to the’ Government all the rights that the Contrac-
tor “would have to ‘enfores the subcontractor’s obligations ot the
benefit of the' Government with-respect:to: Subject: Inventions. +“The
Contractor ¢hall not’ be -obligated: to: enforce the: agreements" of any
subtoiitrwetor: héreunder relating 'to: Subject Inventions: "

(4) ‘When' the Contrattor shows"that it has been -delayed-in the
performaiice *of ‘this contiact by reason:ofiits inability 'to ‘obtain in
" aceordance with (g) above a:suitable: patent rights “clause’ from a

qualified subcontractor {or: any “item or service requn‘ed under. this
contract’ for: whichithe «Contractor ‘itself: doesnot have 'available
facilities - of” qualified personnel “the -Contractor’s : delivery. ‘dates:
" shall' be ‘extended for-a period ‘of time ‘equalito:the duration of such.
delay; and,; upon'retjuest of ‘the :Cohtractor) the'Contracting Officer:
ghall’ determme whiat ‘extent; :if ‘any; an-additional ‘extension of’
the delivery datesvand:increase:in ¢ontract prices: ‘based uponaddi~:
tional costeincurred by such delay 4ré properunder thé:circumstatices;:
and thHe conﬁracb' shail be modiﬁedfsﬂccordmgly T fhe: Oontractor,
after exérting:‘alll veasonsable: effort;’ is: unable:to obtain :ai qua,hﬁed‘
" subcontractor as sét forth” above,’l’the Contractor may submit:to the
Contracting Officer a written request for waiver or modificationi of
the requirement that a suitable patent r1ghts Glause beineluded in
tha'gubeontract! sowlio w0 shent pebiceral Goajdas 0
- Such request shall speclﬁca]ly state t.hat. the Contractor ‘has' iised
all' redgonable effort i to obtain such: quahﬁed ‘gubcontractor, and
shall¢ite ‘the’ wiiver or termingtion provision: heteinafter-set Torth.
if, mthm thn'ty-ﬁve (85)" da,ys_a,fter the idate:of receipt of such request
for a Waiver: or?mddlﬁcatmn ofsaid” I'BQHH'Ement “the: Contractmg
o : 8ny igfwritihg dueh’ mequest, thelrequlrement'
el beetl waived hy:«the Governmentey If swithin;
1! receive o swritten denial - of suichs
réquest by’ thet Contrieting Officer this rcontract”shalli thereupons
diitotaatically seimiinate sndthe ‘rIghtS’ afidrobligations of the pamtl:es:
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shall: be“governed by the provisions-of - the: clause:of this: contreot
_prowdmg for termmetlon for the convemence of the Govermnent

"PATENT RIGHTS'-—CLA.USE 13

(a,) As used in- thls clause, the fellowmg terms shall heve the mean—
_ mgs set: forth below: .. 1= S

(i) The:term - “Subject Invent on”’ Ineans a,ny mventlon 1m-
s -provement or - discovery., (whether or not..patentable) concelved
it QT ﬁrst actually reduced to practice either—: ...

P -{A) in . the performince: of sthe. experlmentel develop—'
ment;al or. researeh worl called for or: requlred under thle_
contra,ot ;0F ‘

(B).in. the. performance of.. ermilental developa
mentel -or. research worle relating. to tlg subject-matter .of
thls contract which was done upon an. underetendlng n wnt—
T -ing. that & contract. weuld be awsrded;

oo _.promded thatthe term “Subject Inventlon shall nob mclude any
- Invention which ig:specifically identified and listed in the Schedule
---ftl)r the: purpose of exoludmg 1t,,Irom the hcense grented by thls_
G ClAUSe. s i o

e (i) The term & Techmcel Personnel” means- e,ny person ent-

: 'ployed by or‘working under. contract with the Contractor (other
than-a eubcontraotor whose respon31b111t1ee w1th respect to rights

“raeeruing torthe Government in inventions arising under subcon-

- tracts are set-forthin-(g); (h); and. (4) below) who, by reason of the

nature of his dutiss:in.connection ‘with the. performa,nce of thls.
«-i+ contract, would: reasonably: be: .expected:to make inventions..

RN VT The: terms “subeontract’”. and. “subcontractor’’ mean’ eny
.eubcontra.ot or- subcontractor-of ;the Contractor, and any lower—.
tier-subcentract or. subcontractor under-this contract. . . - ;

(b) (1). The Contractor. sgrees to-and. does hereby grant to the
Government - an - 1rrevooab%r -rionexclusive; nontransferable, 'and
royalty-free license. to. preotloe, and icause; 10 be.practiced- by or for
the Tnited States Government, throughout the, world, each Subject
Invention in the manufacture; use and: disposition. accordmg to law, of,
any article: or. material; and-n:the use of any method, No license
granted herein shall.convey any right to.the Government t0 manufac-
ture, have manufactured, or use any: Subject Invention for the purpose.
of. rov1d1ng gervices. or: supphes to the general public in. eompetition
with.the’ Contrector or: the COntractor 8! oommercml 11censees ing the“.
licensed fields.: = - T e e e

.. {2) . With:respect to it ;

(1) any Sub] ect Inventlon made by other than Techmcel_
. Pergonnel;

(i) any: Sub]ect Inventlon concelved pnor to but first. ectually
~reduced .to practice.in-the course of; any. of. the experlmentel.
- developmental, or: research work speclﬁed in () (i) above; and -

. (i) - the practice of any Subject Invention in foreign. countrles
the obligation-of the- Contractor.to:grant a. license as provided in;
(6)(1).above, to:convey: titleias provided in (4)(ii)(B) or (d)(iv) below;,
and to.convey foreign rights as provided in. (e) below, shall be limited.
to the extent of the Contractor’s right to grant the same without in-.
curring any - obligation to. pay royalties or other. compernsation. to.
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others' ‘solely on’ sceount ‘of ‘sdid grant: Nothlng ‘contained in this
Patent Rights clause’shiall be‘déemed to grent eny hcense under any
- invetition‘other than s Subjéct Tnvention: =
(¢) The, Contractor shall furnish.to the: Contrectlng 0ﬂieer the
following mformetmn ‘and " réports eoneernmg Sub]eet Inventmns
Whlch reasoriably appear to' bé patentable: - -
: (i)+a written disclosure promptly after eonceptlon or ﬁrst aetuel
. reduetmn ‘to practice ‘of each’such’ Invention- together: with s
R ‘ertten ‘statement speeifying’ whether or fiot & United 'States
: 1t - applica tion “claiming "the” Invention* has been ‘or- Wﬂl be
or'oni behglf-of ‘the Contreetor e
nterim reports; at' least every twelve months commencing
© withithe 'date-of thits’ contracst, ‘ench’ listirg all” such Inventions

"coniceived ‘or first ‘actually reduced toi practice more: than ‘three
months prior to the date of the report, and not listed on a: prior
nterim’ report, ‘or certlfymg that there are no sueh unreported
“Invetitions; end
T i) prior to ﬁnel settlement of thJs eentrect 3 ﬁne,I report ‘
. ‘llstmg all such: Inventlons 1nclud1ng e]l those prewously l1eted in
¢ Ateri’ reports.

#H(dy In-coninection Wlt eaeh Sub]eet Inventmn referred to 1n (c} 6]
a,bove the Contractorshall do; the followings: © -

(@) ‘if“thie ‘Contractor specifies that & Umted Stetes pe,tent ap-

: phcatlon clalmlng suck Invention® will ‘be: filed, the Contractor:
{fsh&ll file ‘or catise 'to’ be filed such ‘application in ‘dusé form and
“iitimie; howerer; if the Contractor, after having specified that such
. an apphcatlon would be filed, decldes not o file or causeto be

4 filed said #pplication, the Contrector shall so' notlfy the Contract-
2 ing Officet at the: aartiest’ practicable date and in:any event not
: __later than eight months after first publication; public use orsale;
sl @) 0if thie Contractor specifies: that a Umted States patent ap-
" plicatiafi’claiming such Tnvention has not:béen filed and will not
o be filed {or having'specified that such an epphea.tron will ‘bé filed
i thereafter: notlfles the Contreetmg @ﬁicer to the eontrery), the
f Contrector ghall: :

e (AY inform the Oontractmg Ofﬁeer in Wntmg it the earliest
”practlcable daté’ of ‘any publication of such Invention made
< by or known te’ the ‘Contrictor or; where applicable,; of any
- contemplated - publication: by the ‘Contractor; stating’ the
date; and -identity ! of such pubheatmn or contemplated ‘

_‘pubheatlon and. -

2 (B)- convey to'‘the ‘Government  the Contreetors entu-e_
: nght ‘title, and interest in such Invention by delivering to the:
: :"Contreetmg Officer: upon written Tequest such duly executed:
* instruments (prepared by the Government)} of ‘assignment
+ “and application, and such other papers as are deemed neces-
© '8ary to vestin the Government ‘the Contractor’s right; title;:

ioand’ interest © aforesaid; and: the r1ght ‘to “apply for -and:

. progbeute. patent (fphce,tlons -gbvering: such Invention:
- “throughout the world, subject, however, to the.right. of- the

* Qontractor specified in: (¢) below to file: foreIgn apphcetlons
- and 'sibjeet further to the Te¥érvation of & non-exclisive:
.+ gnd " Toyalty-free’ licenge.-to' the Contractor (and’ to its:
existing and future associated and affiliated companies, if
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: geny, svithin the.corporate structure of which. the Contractor.
.18 . part) which license shall -be. asmgnable to the.successor-
of that part of the. Contmctors busmess to,:which : such:
:Invention pertaing;. ... '

(111) the Contractor sha]l fu.t;msh premptly to.the- Centra,ci:mg'5

Oﬁicer on. request an ircevocable power of, attorney to ingpect and.

... make. copies;of each United: States patent application filed by or
ron behalf of the:Contractor, covering any,such Invention;

+ .. (iv)inithe event the.Contractor, or those,other,.] _an?- the
: :Government derwmg rights from., the Contractor,, elects-not to
continue prosecution of any.such United, States: patent application
...« filed by .or on behalf of the Contractor, the Contractor: shall so
- .;notify. the. Contracting Officer not less tha,n sixty. days before the
o X{)Hatmn of _the response. period ;and, . upon written., request,
.. deliver to-the Contracting. Officer. such duly executed. i
oy enents (prepared by the Government) as are deemed. necessary
to vest in the Government the Contractor’s entire. rlgh‘r, -title,
..and, interest .in such . Invention. and. the application, sub]ect to
.t .the reservation as specified in. (d) (i) above; and., ;
(¥) the Contractor shall deliver to the Contracty g Ofﬁeer dul'y
- “-executed. instruments. fully. confirmatory::of .any heense 'rlghts
herein agreed to be granted to the Government,, - L
-(¢) The.Contractor, or those other.than. the. Government derwmg
nghts from the Contractor -shall have the,-exclusive, rights. to file
apphcatlons on Subjeect. Inventlons in,each: foreign country: within:
- (1) nine months from the date -8 correspondmg Umted:States
: :-a,pphoatlon is: ﬁled_:'— . .
- (i1) six: months

: securlty reasons ,ﬂdr i
-(ifi) - such-longer, period. as may be approved by the Contractmg
., Officer... The ;,Contractor shall, -upon..written; request. of, the
i-,.-_:;?'Contractlng Ofﬁcer conyey: to; the. Glovernment the. Gentreetor !
. entire right,. t1tle, and interest.in each Subject; Invention.in each
forelgn country in which an application has 1o en.ﬁled;;wiﬁthin
co: the time, above: specifisd; subject: to the  reservation of a non-
exclusive - ahd" roy&lty—free icense: 0., the i Contracter., together
ith.ithe:right -of ; the., Contractor gra,nt. sub:ligenses, which
license. and; ;right. shall be asagna.blext, the successor: .of, that part
. of; bher Contractor’s: business;:to i@V}llCh ithe Sub]ecta nvention

pertsnns Fipvn
(f): If the Contractot: fails do: deliver to sthe Contracting Officer the
interim reports reguired by (] (ii);above, orfailsbo furnishithe written

diselosures for all: Subject-Inventions requlred by..{6) @}-above, shown
" to:be die:in.accordance- with: lanyi interim ; repert,dehvered under
(c)(ii) :or-otherwise known.toibe unreported, there shall be withheld
from; payment-until the Contractor shall have corrected such failures
either-one percent: (L% of the amount;of this. contract; g LFIOIIl time
llars ($5, 0(}0), h1ehever is less.

to-time-atnended, or five thousand., de_;
After. paymient; of elghty ipercent (80%)
as: from, time to:-tizhe; amended '
resérve of. either ¢ne; ;percent,. LR ATE of such:
dollers ($5,000);- rwhichevem is less ---sha,ll

FEERIAS RN 4 g be

S AN H
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reserve or balanée théreof to be retained: untll the Contractor shall
.have furiiished to the Contracting Officer: - -: - . ‘
(i) the final report required by (¢)(iii) above
“(ii) -written disclosires for all Subject Inventlons requ_u'ed by
(c)(1) -above, which - are shown to-bé die-in accordance .with

Vlnterlm reports delivered .under (¢}(ii) -above, or in. accordance

' :!-mi&h such ﬁna.l reports or are otherw1se known to. be unreported

Rt %6

' Bl(:u.l) the mforma,tmn as to any subcontractor reqmred by (h}

: OW,5m e
The Tgximum a.mount Wh}.ch may be. Wlthheld under thIS pamgraph '
‘() shall not exceéd-one percent (1%)-of the amount of this contract.
or five thousand -dollars (85,000), whichever.is less, and no amount.
shall ‘be withheld under this paragraph (f) when- the. amount specified
" by this par&graph -is being withheld under other provisions of this
“contract.. The withholding of any amotmt or:subsequent payment
‘thereof to-the -Contractor-shall not be construed-as a waiver of any
‘rights accruing to the Government under this contract. .This para-
* .graph'(f) shall not: 'be construed as requiring the Contractor to with-
‘hold: any amiounts from a° subcontra,ctﬂr to enforce comphance with
’the patent provisions of a subcontract. : :

{g) The Contractor shall exert all: reasonable eﬁ"ort in negotla.tmg
for the inclusion of this Patent Rights clause in any subcontract here-
under of three thousand dollars ($3,000) or more having experimental,
developmental, or research. work as-one of its:purposes. In the event.
of reftisdl by a subcontriactor-to accept the Patent' Rights clause; the:
‘Contractor shall not proceed with the subcontract without written
authorization. of the Contracting Officer, and ‘upon ‘obtaining such.
‘antthorization; shall cooperate with the Government ini the negotiation
with such subcontractor of ‘an acceptable patent rights clause; pro-
vided, however, that the Contractor shall ™' -ahy event require the
'suboontractor to grint to the Government patent rights under Subject
‘Inverntions of no léss scope and -on 1o less favorable terms than those
which the Contractor-has under-such subcontracts; except.that in no
“event shall the subcontractor be required to grant to the Government
‘patent rights. in ‘excess of those herem agreed to° be granted to the
‘Government by the Confractor.

__ (k) The Contractor shall,” at the ea,rhest practmable “date, notify
the ‘Contracting’ Officer in’ ertlng ‘of any ‘subcontract contamlng a,
‘patent rights clause, furnish’the Contracting Officer 'a copy of such
‘clause; and notify ‘the Contracting ‘Officer “when -such subcontract is
completed It is understood that with respect to such subcontract
““clause, the Government is'a third party beneficiary; and: ‘the Con-
‘tractor hereby assigns to. the Governmert all the rights that the
Contractor would have to-énforce the subconlractor’s-obligations for
the beneflit of the Govérnment with respéct’ to Subject Inventions,
‘The ‘Contractor shall' not bé obligated to enforce the agreements of
“any subcontractor hereunder’ relatiig’ 10 Sub]ect Invertiens. .
©{2) ‘When the Contractor shows that it has been delayed in the
‘performarce of this ‘Gontract by reagon of its inability to obtain in
dccordance with' (g) above, a 'suitable patént rights: clayse from a
_qualified siibeontractor for any itém or sérvice required under this
‘contract for which' the Contractor itself ‘does not ‘have available
‘facilities or qualified personmuel, the Contractor's delivery dates shall
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be extended for'a period of time equal to the duration of such delay;
and, upon request of the Contractor; the Contracting Officer shall
determme to what extent, if -any, an additional extension of the de-
livery: dates and in increase in contract prices based upon additional
costs Incurred by such: delay are proper under-the elrcumstances ;
‘and the contract shall be modified accordingly.

If the Contractor; after exerting -all reasonable effort; is unable to
obtam a qualified subcontractor as set forth above, the Contractor
“may submit to the Contracting Officer-a written request for a waiver
or modification of the requirement that a suitable pafent rights .
‘clause be included in the subcontract.” Such request shall specifically
state that the Contractor has tsed all reasonable effort to-obtain
such qualified subcontractor; and shall cite the waiver or termination
provision hereinafter set forth. If, within ‘thirty-five (35) days after
‘thé date of-receipt of such-Tequest for'a waiver or modification of said
requirement, the Contracting :Officer -shall:fail to- deny in writing
such request, the requirement shall be deemed to have ‘been waived
by the Government. : If withinsuch period the Contractor. shall
Yoceive & written denial of such- request: by:the Contracting” Officer,
this contract shall thereupon automatically terminate and the rlghts
and obligations of the parties shall:-be governed:by the provisions
‘of the clause of this contract p10v1dmg for termm&mon for the con-
'vemence of the G‘rovernment - _ :

PATENT RIGHTS—CLAUSE 17

(a} As used in this clause _the fo]lowmg terms shall have the mean-
mg as set forth below: . _
(1) The term “Sub]ecb Inventlon means any, mvenmon im-
. provement or discovery (whether or not, patentable) ooncelved
- ot ﬁrst actually reduced to practice either .

: (A)-In the performance of. the expernnental develop—
~.mental, or research. Work called for or requu"ed under this
-'eontraet or
: (BY- In the performance of. any expenmental develo;p-
. mental, or research work relating to the subject matter of

this contract which was done upon: an understandmg in
. writing that a contract would be awarded; . -
o promded that the.term-“Subject Invention” shall not melude any
invention which is specifically identified. and listed in the Schedule
. f?r the purpose of exeludmg it from the heense granted. by this
-~ clauge. .
(1) The term “Techmcal Personnel” Tneans any person eii1-

' ployed by or working under contract with the Contractor (other.

than s subcontractor whose responsfb]htles with respect to rights

accruing to the Government in inventiong arising under sub-

contracts are set forth in (g), ().-and (%) below) who, by reason

of the nature of his duties in connection with the perfmmance

of this contract; would reasonably be expected to male inventions.

e - {iil). The: terms “subcontract”’ and. ‘“‘subconiractor” means

- --;-*a,ny subcontract or. subcontractor of the Contractor, snd. any
lower-tier subeontract or subcontractor under this contract.

(b) (1) The :Contractor agrees to and- does hereby grant to the

Govemment an ]rrevocab%T ‘nonexclusive, . nontrensferable, and
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royalty-free Ticense to practice and cause to ‘be practiced by or for
the United States Government, throughout: the world, each Subject
Invention in the manufacture, use and disposition &ceordlng to law,
of any article or material and in the use of any method. No Ticense
- granted herein shall convey any right to the (Government to manu-
facture, have m&nufaetured or use any Subject Invention for the
'purpose of providing services or supplies to the general public in com-
‘petition with the Contractor or the Contrector s commercml licensees
1n. the licensed fields. " -

(2) With respect to:

~ (i) any Sub]ect Inventmn mede by other then ‘Technical

" Personnel::

(i) ‘any Siibject Inventlon concelved pI‘lOI‘ to, but first actually
reduced to practicé in the courseé of, any of the experimental,
developmentel or research work spemﬁed in (a) (i) above; and
. (iil) the practice of any Subject Invention in foreign countnes,

-~ the obligation of theContractor to grant a license as provided
Cin (B) (1) above, to convey title as provided in (d) (1) (B) or
U {d) (1v) below, anid o convey foreign riglits as provided in (¢)
bélow, shall be limited to the extent of thé Contractor’s right to
orant ‘the same. without incurring any obligation to pay royalties

- _or other compensation to-others soley on account of said grant.

' "Nothing contditied in this Patent Rights clause shall be deemed

" to grant any llcense under eny mventlon other than ‘8 Sub]ect
7 Jnvention:

(c) Thé Contractor shall furmsh to the Contraetmg Officer the
followmg information ‘and  Teports: concerning: Sub]ect Inventmns
thh reasonably appear to be patentable:

(1) a written disclosure promptly after: ‘conception or ﬁrst actual

“reduction to ‘practice of each such Invention' together with a

.. written statement specifying whether or not a United States
| patent’ appheatlon claiming “the Inventmn hag been or will be

filed by or on behalf of the- Contractor, 5
(i) interim reports, it least every twelve months commenecing
" "with the date of this contract, each listing all such Inventions
_conceived or first actually reduced to’ practice more than three
- months prier to the date of thé report, and not listed on a prior
... interim Teport, or, certifying that there are no such unreported

.. Inventions; ‘and
©UT (i) prior o final settlement of thig contrect a final report

B 'jhetmg all such Inventlons 1nclud1ng ell those preweusly hsted in

" “intérim réports: i

(d) In connection with eaeh Sub]eet Inventlon referred toin: (e){)
‘above, the Contractor shall do'the following: -

(1) 'H’ the Contractor specifies’that a Un1ted States patent
application claiming such Invention will be filed, the Contractor

" shall file or cause to be filed such ‘application in due form and
. “time; however, if the Contractor, ‘after having specified that
" such an appheatlon wotlld ‘be ﬁled decides: not to file or cause

" 'to be filed said application, the Contractor shall so not1fy the
. Contracting Officer at the earliest practicablé: date and in any

. event not later then elght months a,fter ﬁrst pubheatmn pubhe

“tise oF sale. ‘
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(i) -if ‘the Contractor- speclﬁes that a’ United States patent
application claiming such Invention has not been filed and will

" not be filed (or having specified that such an application will be

fited thereafter notifies the COIlul &cmng Oﬁicer to the contrary),

L the Contractor shall:

{(A) inform the . Contractmg Oﬁicer in ertmg ‘at the
: earllest practicable date of any publication of such Inven-
- tion made. by or known to the Contractor or, whers appli-
cable, of any contemplated publication: by- the Contractor,
stating the date and identity of such pubhcatmn or con-
‘templated ;publication ; and
(B) convey to the Government the Oontractors entlre
. right; title,-and interest in such Invention by delivering to
" the Contract.mg Officer upon written request such duly exe-
cuted instruments (prepared by the Government) of assign-
-ment and application, and such other papers as are deemed
~ necessary to vest in the Government the Contractor’s right,
* title, and interest aforesaid, and the right to apply for and
: prosecute patent - apphcatmns coverlng such . Invention
-thronghout the world, subject, however, to the right of the
- Contractor specified in (e) elow to:file forelgn applications,
- and subject.turther to the regervation of a non-exclugive and
- royalty-free license to the Contractor (and to its existing and
future -associated and affiliated .companies, if any, within
the corporate structiure of which the Contractor is a part)
- which license.shall-be assignable to the successor ‘of that part.
of the Contractor’s business to which such Inventlon per—
tains;
(3t the. Contractor sha,ll furnish promptly to the Contractmg

‘Officer on request an irrevocable power of attorney to: inspect:

... and make copies of each United. States _patent application filed
by or on behalf of the Contractor covering any such Invention:

(iv) in the event the Contractor, or those other than the Gov-

. ernment deriving rights from the Contractor, elects not_to con-
. tinue prosecution :of any such Unifed States patent application

_ filed by.or on behalf of the Contractor, the Contractor shall so

. notify the Contracting Officer not less than sixty days before the
-expiration of.the response. period-and, upon written request,

deliver to the Contracting Officer sich duly executed instruments

“.-(prepared by the Government) as are deemed necessary to vest
.in the Government, the Contractor’s entire right, title and interest.

in such Invention and the application, sub]ect to. ‘the reservation

.. ag specified in (d)(i) above;:and

{(v) the'Contractor shall dehver t.o ‘the Contr&ctmg Ofﬁcer duly

- executed instruments fully confirmatory of any. 11cense rights

~herein agreed:to. e granted to. the Government.

(e) The Contractor, or those other than .the Govermhent denvmg
rights from the Contractor, shall have the exclusive rights to file
apphcatmns on Subject Invent.mns in’each foreign country within:

{i) nine months from, t.he date & correspondmg United States
&pphcatlon is filed ; :
(i) -six: months: from the . dat.e perm;s_s_lon is gra,nted to file

forelgn applications where such filing had been prohlblted for
secunty Ieasons; or
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© (i) sideh longer period 58’ may be approved by the Contidcting
Oﬂicer ‘The Contractor shall, upon written regitest of the Con-
‘tracting Officer, convey to the ‘Government ‘the - Contractor’s
“entire right, title, and intérest in each Subject Invention in each
., foreign country in which an application has not been filed within
the time above specified, subject to :the reservation -of & nom-
“exelusive and royalty—free license’ to “the ‘Contractor: together
~with the right of the Cortractor to grant sublicenses; which

" licensge anid right shall be dssignable to the successor of that paitt

" ofthe Contractors busmess to Whlch the Sub]ect Iuventzon

| pertains. :

o ) If the Contractor fa,lls 1o deliver to the Contractmg Officer the'
Interim reports required by (c) (i} above, or fails to furnish the written
disclosures for all Subject Inventions requn‘ed by (¢)(1) above shown
to be due in accordance with any interim’ report delivered under (c) (i)
or otherwise known to be unreported, there shall be ‘withhield from’
payment until the Contractor shall have corrected such failures either
ten percent (109%) of the amount of this contract, as from time to
time amended, or five thousand ‘dollars ($5,000), whichever is less.
After: payment of eighty percent (80%) of the amount of this ‘con-
tract, as from time to time amended, payment shall be withheld until
a reserve of either ten percent (10%) of such amount, or five thousand
dollars ($5 000), ‘whichever is less, shall have “heen’ set’ aside, such
reserve or balance thereof to be ref;a,med until the: Oontractor shaﬂ
have furnlshed to the Contracting Officer: - '

(@) “the final report required by (¢) (iii) above; :
(1) written disclosures for all Subject Inventlons requlred by

"(c} (i) above which are shown to be dué in &ccordance with in-

" tertm reports delivered ander (¢) (i) 'above or in accordance with

- such final reports or are otherwise known t6 be unreported; and
T (iii)” the information as to any subcontractor required by (k)
below. The maximum amount which may be withheld under

. this patragraph (f) shall not exceed tem percent (10%) of the'

‘ ;'&mount of this contract or five thousand dollars ($5,000), which-

everis less, and no amount shall be withheld unider this para.%raph

(/) when the amount spectfied by this’ paragraph (f) is being
. withheld under other provisions of this contract. - The with-
" holding of any’ amount or subsequent “payment thereof to the

" ‘Contractor shall not be construed as a waiver of any rights ac-

‘cruing ‘to’ the ‘Government under this c¢ontrdct.” This paragraph

o if) shall not be constrited as requiring the Contractor to with-

“hold any ‘amounts from’a subeontractor to enforce comphance
“with the patent provisions of a’subcontract.

(g) "The Contractor shall exert all redsonable effort in negotiating
for the inclusion of this' Patent Rights clause in any ‘subcontract
hereunder of three thousand dollars {$3,000) or more having experi-
mental, developmental, or research’ ‘worl ‘a5 one of its purposes. In
the event of refusal by a subcontractor to accept the Patent Rights
clause, the Contractor shall not proceed with the subcontract without,

‘written atthorization of the Contracting Officer, and upon obtaining

such authorization, shall cooperate with the Government in the nego-
tiation with such subcontractor of an acceptable ‘patent rights clause;
provided, however, that the Contractor shall in any event require the

_subcontractor to grant to the Government patent rights under Sub-
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ject Invention of noless scope and no less favorable terms than those
which the .Contractor has under such subcontracts, except that in no
event shall the subcontractor be required to’ grant to the Govern-
ment patent rights in excess of those hereln agreed to be granted to
the Government by the Contractor. . |

(h) The Contractor shall, at the earhest practlcable date, notlfy
the Contracting Officer in ertm of any subcontract containing a
patent rights. clause, furnish the Contracting Officer a copy of such
clause, and notify the Contracting Officer when .such subcontract is
completed It is understood that with respect to such subecontract
clause, the Government is a third party beneficiary; and the Con-
tractor hereby assigns to the Government all the rights that the Con-
tractor would have to enforce the subcontractor’s obligations for the
benefit of the Government with respect to Subject Inventions. The
Contractor shall not be obligated fo enforce the agreements of any
subcontractor hereunder. relating to’ Subject, Inventions. _

(#) When the Contractor shows that it has been delayed in the
_ performance of this contract by reason of its inability t6 obtain in
accordance with () above a suitable patent rights clause from s
qualified- subcontractor for any item or service required under this
contract for which the Contractor itself does not have available facili-
ties or. qualified personnel, the Contractor’s delivery dates shall be
extended for a period of time equal to the duration of such delay;
and, upon request, of the Contractor ‘the Contracting Officer shall
determine to what extent,. if any, an additional extension of the
delivery dates and an increase in contract prices based upon additional
costs incurred by such delay are proper under the circumstances; and
" the contract shall be modified accordingly.. If the Contractor, ‘after
exerting all reasonable effort, is unable to obtain a qualified sub-
contractor as set forth above, the Contractor may submit to the Con-
tracting Officer & written request for waiver or modification of the
requirement. that a sulta.ble patent rights . clause be included in the
subcontract. -

Such request. shall spemﬁcally state that the Contractor has used all
reasonable effort to obtain such qualified subcontractor, and shall
cite the waiver or termination provision hereinafter set forth. If,
within thirty-five (35) days after the date of recéipt of such request
for a waiver or modification of said Trequirément, the Contracting
Officer shall fail to deny in writing such request, the requirement shall
be deemed to have been waived by the Government. If within such
period the Contractor shall receive a written denial of such request
- by the Contracting Officer, this contract shall thereupon automati-

“cally terminate and the rights and obligations of the partiés shall be
governed by the provisions of the clause of this contract providing
for termination for the convemence of the Grovernment

PATENT RIGHTS—'CLAUSE 18 .

(a) As used in thls clause, the fo]lowmg terms shall have the mean-
ings set forth below: _
(i) The term “Sub]ect Inventlon “means by invention, ‘ims
- provement, or discovery whether or not patenta,ble) concewed
-~ or first ﬂ.ctua.]ly reduced to practlce ‘either—
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cre(A)An:cthey performance- of the experimental, develop-

- mental or research! Work ca,lled for or. requlred tnder this

;.-,contraot OT 0t

8 (B) in:tha: performance of any experlmental develop-

::mental or research:work relating to the subject matter of

‘this contract which was done upon. an, understand_mg in
oo owriting thatoa contract would be awarded;
o e.promded that.the term “Subject Invention” shall not melude any
invention which is specifically identified and listed.in the Schedule
: -'-f(l)r the purpose of excludmg it from t.he hcense gra,nted by this
clausa. :

{ii): The term “Technical Personnel” means any person em-
.ployed by or working under contract with the Contractor (other
than a subcontractor whose responsibilities with respect to rights -

. -accruing to the Government in inventions arising under subcon-
- tracts set forth-in (g), (h), and- (i) below), who, by reason of the
nasure -of his- duties in connection With . the performance ‘of this
. -contract, would reasonably be expected. to-make inventions.
(iit) “The terms “subecontract” and “subcontractor’” mean any-
«-:subcontract-or subcontractor of the Contractor, and any lower-
tier subcontract or subcontractor under-this. contra,et :
(b)(l) The.Contractor agrees t0-and does hereby grant to the Gov-
ernment any irrevocsble, nonexclusive, nontransferable, and royalty-
-fee license to practice, and cause to be practlced by or for the United
States Government, throughout the world, each Subject Invention in
the manufacture; use and. disposition aecordlng t0 law; of any article
or material, and in the use of any method. No license gra,nted herein
ghall eonvey any right to-the Government to manufacture, have manu-
- factured, or use any Subject Invention for the purpose of providing
services or supplies to the general public in competition with the Con-
tractor or-the Contractor’s o()mmeroml heensees in the hcensed fields,
-(2). 'With respect.to;. -
69! 1smy Sub]eot Inventlon made by other than Technical Per-
©: -S0NNe :
T (1) any Sub]eot Inventron concewed prior to, but first actually
reduced to practice in: the course:of, any. of the experimental,
developmenbel .or . research work. speolﬁed in. (@) (1) above; and
- (iii) . the practice of any Subject Invention-in foreign oountrles
the obhcratlon of the Contractor to-grant a license as provided in () (1)
above, 1o convey title ns provided in (d)(ii)(B) or (d)(iv) below, shall
be. hmlted to.the extent of the Contractor’s. right. to grant .the same
without:incurring any obligation to.pay royalties or other compensa- -
tion to: others solely.on-aceount-of said grant.. Nothing contained in
this: Patent Rights clause shall be deemed to grant any. hcense under
any invention other than.a Subject Invention. . .
' {¢)-The Contractor shall furnish to the: Oontreotmg Oﬂicer the
following information .and reports concerning Subgect. Inventions
which reasonably appear to be patentable:
(51) a written disclosure promptly after conceptlon or ﬁrst actual
- reduction. to. practice of each such Invention .together with a
.written statement .specifying whether or.not a United States
patent application .claiming the. Invention has been or. Wﬂl be
ﬁled by or on: beha,lf of the Oontractor, e e e
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" (ii) - interim reports ‘at least-every twelve: months, commencing
Wlth the date of this' contract] each listing all such Inventions
_conceived or first actaully reduced to practice more than three
17 months prior to the date of theireport, and not:listed on & prior
* ‘interim report, or cert1fymg that there AT TIo such unreported
i ?"Invenmons “andi
(iii) prwr to final: settlement of thls cc)ntracﬁ & ﬁnal report
. listing all:such Inventlons 1nclud1ng a]l those prewously hsted in’
interim réports: :
(d) ‘In “eonnection mth each Sub]ect Inven’mon referred ’co 1n (c) i)
above, the Contractor shall de the following:
(@) if the Contractor:speecifies that a United States patent
B 'apphcamon claiming ‘such Invention will -be filed; the Contractor
+ .shall file or catse to be filed such'application in due form and time;
- however, if ‘the ‘Contractor, aftér having specified that such an -
0 application 'would be filed, decided not to file or cause to:be filed
© said application, the: Contractor:shall:so- notlfy the Contracting
Officer at the earliest practicable date and in‘any event ot later
v tha,n ‘elzht months ‘after first’ publication; public usé or sale.
e (i) if - the Contractor  specified thit a United - States patent
apphcatlon claiming ‘sieh’ Invention -has not been:filed and will
- not-be filed (or-having specified: that such an:application will be .
- filed ‘thereafter not:ﬁed the Contmctmg Ofﬁcer to the contrary); '
e -the Oontractor shall::
“(A) inform: the Contractmg Oﬂicer in- Wntlng “at the
T .fearhest practicable date of any publication of such: Invention
- made by or known to the Contractor or, where applicable;
“of any contemplated publication by the Oontractor -stating.
"~the date and identity of such pub watmn ‘o1 contempla,ted
‘pubhcatmn and o ‘
2 (B) ‘convey. ‘to the: Government tha Contractors entire
_ ‘rlght title, and interest in such Invention by -delivering:to
o the Contractlng Officer ‘upon  written request such duly
executed instruments (prepared by the %overnment) of
- assignment and: application, and ‘such' other papers: as are
+ “deemed necessary to vist in the Governtaent the Contractor’s

* right, title, and interest aforessid; and the right:to-apply for
o and: prosecub patent a,pphcatmns ‘covering  such ‘Invention
** throughout the world, subject, however, to the right of the

‘Contracior specified in (¢) below to file foreIgn applications,
“azid subject Turther to the réservation of a non-exclusive and
- royalty-free license to the Contractor (and to its existing and
future associated and affiliated companies, if any, within the

© - gorporate Structure of which the' Contractor is:a psrt) which

_ license shall be assignable to. the successor of: that part of the

- Clontractor’s business to which'such-Invention pertains;

(111) the ‘Contractor shall furnish promptly to the Contracting

Ofﬁcer on request an ‘irrevoeable ‘power:ofi:attorney” to inspect
“and malke ‘copies-of each United States ‘patent application filed
by or on behalf of the Contractor covering any such Invention;

- {1v) in the &veni the Contractor, or those other than the Gov-
ernment ‘deriving rights from' the ‘Contractor, elects not to con-
tinue prosecution of ‘any such United States patent application
filed by or on behalf of the Contractor, the Contractor shall so
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* notify the:Contracting: Officer not-less than sixty days before the
io-expiration of : the -response- period -and,. upon written request,
w71 deliver to the Contracting Officer such- duly executed instruments.

-i:(prepared by the Government)-assare deemed necessary: to: vest:

““in the Government the Contractot’sientire right; title, and interest

-+ in'stich Invention and the a,pphca,tmn sub]ect to the 'reservatlon

. a8 specified in (d)(ii) above;

=i i(w) the Contractor: shall | dehver to the Oontractmg Ofﬁcer
v :fduly executed: Instriments fully:confirmatory. of:: any. hcense
~rights herein ggreed: to beigrantiéd to the . Government.

(e) “The Contractor; or-those.other than the Government- derwmg
rlghts from .the: Contra,ctor shall . have'the exclusive rights to file
apphcat.lons on:Subject: Inventions in each foreign country within:

g ‘(i) nine: months-from the date & correspondmg Umted States
apphcatxon igfiled; - :

(1) six 'months “from- the date penmssmn is’ gmnted to- ﬁle
forelgn applications Where such ﬁ11n0' had been proh1b1ted for
securlty TEASONS; OT . «v': |
0 ﬂ(3111) such Ionger penod as ma,y be approved by the Contra,ct.mg

ceris o

' The Contractor: shall upon ertten requesb of the Oontractmg Ofﬁcer,
convey to the: Government: the. Contractor's -entire right, t1tle; and
interest in each Subject Invention in each foreigh country in which an
application has not-been filed within the titne above specified, subject
to the reservation of-a nonexclusive and royalty-free license to the
Contractor together with the right of the Contractor to grant sub-
licenses, ‘which license-and right shall be‘assignable to the successor of
that part. of the: Contractor’ s busmess to. Whlch the Sub]ect Inventlon
pertams S

(f) I :the: Contractor fails to dehver to the Contractmg Oﬁicer the
interim’ reports required by (c}(ii) above, orfails to furnish the writteri
disclosures' for all Subject Inventions requu'ed by:(e) (1) above, shown
“to.be due in accordance.-with any interim .report delivered under
(e)(il) or otherwise known to-be unreported, there shall be withheld
from payment until the Contractor shall have corrected such failures
either ten percent (10%).of the.amount of this contract, as:from time
to.time amended, or five:thousand doilars ($5,000), Whmhever ig-less,
After payment of eighty percent (80%} of the amount of this contract;
a8 from” time ‘to ‘time “amended; payment shall be withheld until a
Teserve of either ten/percent (10%) 0f such-amount, or five-thousand
dollars «($5;000); whichever is-less, ‘shall have’ been set aside, such
reserve or balance thereof to be retamed untﬂ the Oontractor shall have :
furmshed ‘to-the Contracting Officer: i .

(1) “the final report required by {e) (111) a,bove . :

i:(in) written disclosures {for all Subject Invenmons re uu'ed by
(c) (1) above which are shown to be due'in accordance with interim:

- reports delivered under {(¢){(ii): above or in accordance with such

ﬁna,l reports or are: otherwise known to -be unreported; and -

l(m) the 1nformat10n as. to any subcontractor requlred by (h)
be ow. :

The maximum mnount thh may be- w1thheld under this paragraph
{f) shall not exceed ten percent’ (109%) of the amount-ef this contract
or five thousand dollars ($5,000) ;- whichever ig less,; and .no-amount
shall: be withheld unider -this pa.ra,graph (f) when the amount, specified
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“by this paragraph (f) is being withheld under other: provisions of this
contract.  The withholding of dny. amoeunt or subsequeiit payment
thereof to the Contractor shall not be construed as a waiver of any
rights accruin%-:to ‘the. Government: under-this contract.  This para-
grapli-(f) shall not be construed as requiring the Contractor ‘to with-
held any amounts from a subcontractor to enforee compliance with
the patent provisions of a subeontract, .~ 1: ... 0 L

- (g). The Centractor shall .exert all reasonable effort in negotiating
for the inclusion of this' Patent Rights .clause in.any subdontract
hereunder of three.thousand. dollars -{$3,000) er more having experi-
mental, developmental,: or.research work as one- of its purposes. -*In
the event of refusal by a subconiractor to: accept the Patent: Rights
clause,’ the Confractor shall not, proceed with' the subcontract without
written authorization of the Contracting: Officer, -and upon obtaining
such suthorization, shall cooperate with the Goveérnment in the nego-
tiation with such-subcontractor of an acceptable patent rights clause;
provided, bowever, that the Contractor-shall in any évent require the
subcontractor to grant to the Government patent rights-under Subject
Inventions of no-less scope and on no less favorable terms than those
which the Contractor has under such subcontracts, except-that in no
event-shall the subcontractor be required to grant to the Government
patent rights-in-excess.of - these-herein sagreed to. be: granted -to. the
Government by the Contractor,. - - Cee e
¢ (k) The Contractor shall, at the earliest practicable date, notify the
Contracting Officer in writing of any subeontract containing a patent -
rights. clause, furnish thé Contracting Officer a- copy of. such -clause
and notily the Contracting Officer when such subcontract is completed.
It is understood - that with respect to such:subcontract clause, the
Government is a third party beneficiary; and the Contractor hereby
agsigns to the Government all the rights that the Contractor would
have to enforeé the subcontractor's obligations for the benefit.of the
Government with Tespect to Subject Inventions. ‘The' Confractor -
shall not be obligated to enforce the agreéements of any subcontractor
heresunder relating to Subjeet Inventions, . - Coe Lo C
- {¢) When the Contractor shows that it has been delayed in the par-
formance of this contract by reason. of its inability to obtain in ac-
cordance with (g) abowe a-suitable patent rights clause from a quali-
fied subcontractor for any ilem or service reguired under. this con-
tract for which the Contractor itself does not-have available facilities
or qualified personnel, the Contractor’s delivery dates -shall be ex-
tended for a period-of time equal to-the: duration of such delay; and,
upon request of the Contractor, the Contracting Officer shall determine
to what extent, if any, an additional exteénsion of the delivery dates
and increase in contract prices based upon additional cosis incurreéd
by such delay are proper under the circumstances; and the contract
shall be modified accordingly. - If .the Contractor, after exerting all
reasonable effort, is unable to obtain a qualified subcontractor as set
forth above, the Contractor may submit to the Contracting Officer
a written request for waiver or modification of the requirement that a
suitable patent rights clause be included in the subcontract.

Such request shall specifically state that the Contractor has used all
reasonable effort to obtain such qualified subcontractor, and shall cite
the waiver: or termination provigion hereinafter set forth. If, within
thirty-five (35) days after the date of receipt of such request for a
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waiver or modlﬁcatmn ‘of said requiremient, ‘the Contracting Officer
shall fail ‘to deny in writing sueh request, the requirement shall be
deemed to have been waived by the. Government. If within such
period the Contractor shall receive a written denial of such request
by the Contracting Officer, this contract shall thersupon automatically
terniingte ‘and the rights anid obligations of the parties shall be gov-
erned ‘by thie provisions of the clause of this -contract prowdlng for
férmination for the convemence of the Government L

PATEN‘T RIGHTS*‘"CLAUSE 19

(a) As used in t]:ns cla;use, the followmg terms shall have the
meanmgs set forth' below: i
: 7(1) “‘The - term - ~**Subject: Inventlon means - a.ny mventmn
o :;Jmprovement or: discovery (whethetr or-not patentable) concelved
- ior first actuaily rediced to practice either— . .
(A) in' the performance of - the  experimental, develop-
- mental, or: research Work c&]]ed for or-required under this
R cont,mct QT
oo (B)in the: performance of any experlmental develop-
rmental; .or research -work: 1elat1ng to the subject matier of
- this contract which: was -doneupon an uuderstandmg in swrit-
ing that a contract would be awarded; .
o provided that the term “Subject. Invention” shall not. includé any
‘invention which is specifically identified and listed in the Schedule
ft.i)r the purpose of excludmg 1t from the hcense granted by thls
- clause. : .
(i) The term “Techmcal Persom:lel” ‘means. any person
- employed by or working under.contract. with the. Contractor
~fother’ than ‘a-subcontractor whose responsibilities with respect
" to'rights aceruing to the Government in inventions arising under
- subcontracts set forth in (@), (h), and (¢} below), who, by reason
" of the nature of his-dutiés in-connection-with the performance of
o+ this contract, would reasonably be expected to make inventions,
<oLo(il) The: terms “subcontract” and “subcontractor’” mean any
“subeontract -or subeontractor of the Contractor, and any lower-
tier subcontract or subcontractor under this contract
(B) (1) The Contiactor agrees to and does hereby grant to the Gov-
ernment any. irrevocable; nonexclusive, nontransferable, and royalty-
free license to practice, and cause-to be. practiced by or for the United
States Government; throughout the world, each Subject Invention
in' the ma,nufa.cture, use and disposition accordmg to law, of any
article or-material, and in the use of-any method. No license granted
* herein -shall convey any right to. the Government to manufacture,
~have manufactured, or use any Subject Invention for the purpose '
of providing services or supplies to the general public in competition
with the Contractor or the Contractor’s: commercial licensees in the
: llcensed fields. -
~(2) Withrespectto: - - .
(i) .any Sub]ect Invenmon made by other ths,n Technical
Personnel;:
(i) any Sub]ect Inventmn concelved prlor to, but. ﬁrst actually
reduced to practice in the course of, any. of the experimental,
: developmental;-orireséarch work specified in (2) (i) above; and
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200 (il the pracmce of-any Subject Invention in foreign countnes*
the obhgatmn of the -Contractor. to grant a. license. as provided in
(b)(1) above, to convey. title as provided. in (d)(ii)(B) or (d)(iv).
- below; ard to convey foreign rights.as provided in (e) below, shall be
limited. to -the .extent-of’ the.Contractor’s right :to -grant: the same
without inciirring;any obligation to pay royalties or other compensa-
tion: to wthers solely on siccount.of said grant. . Nothing contained in
this Patent Rights clanse shall be deemed: to grant any license under
any invention other than s Subject Invention.

(¢) The Contractor shall. furnish. to. the. Contracting Officer the
following information and reports coneernmg Sub]ect Inventlons
which rea.sona,bly appear to-be: patentable: -+ .

(i) & written disclosure promptly after: concep bor or ﬁrst a,ctual
¢ ireduction ‘to* practice : of - each ‘such :Invention . together: with a

- written 'statement ‘specifying: “whether:-or not a United: States

patent application: claiming the Invention: hss. been or:will be

: ‘ﬁled by or on behalf of the Contractor;:: ;

* (i) interim reports ‘at least every twelve months commencing

_with the date of this contract, each lising:-all such Inventions

“eoncelved: or first -actually: reduced to- practice more than three

~mionths -prior toithe: date of:thé:report; and not listed on a prior

i -interim: report, or- cert,rfymg that there ‘are No; such unreported
Inventlons and

e () prlor te' ﬁn&l set.tlement of ’r,hls oontract a final report

e llstmg all such- Inventlons 1nclud1ng 9,11 those prewously hsted in
- interim reports.- 5

(d) In connection Wlth each Sub]ect Inventlon referred to in’ (c) {i)
a,bove the: Contractor shall do-the following: -

v 1) af s the :Contractor- specifies  that a Umted States. patent.
i application claiming such Invention will be filed, the Contractor

*‘ghall file 'or .cause to be filed such' application in due: form: and

- < time; however, if the Contractor; after having specified that such
= ani-application would ‘be filed, .decided not to file or cause to be
filed - said -application, the Contractor chall- so :notify-the: Con-

+ tracting Officér at the earliest practicablé’ date and in any event

: '-'nolt later: tha,n elo'ht monthe after ﬁrst pubhea’mon pubhc use or
sale. .
(i) it Lhe oontractor speelﬁed that a Umted Sbates pa,tent
: "*apphcatlen claiming 'such. Invention-has not-been filed and. will
i+ not be filed {or having specified that such an applicstion will be
o+ filed ‘tHereafter motified the COntractmg Oﬁicer to. the contrary),

: the Contractor shall:

5 *(A) inform the Contractm Oiﬁcer in ertlng at the. earhest
practlca,ble date of any ‘publication of such-Invention made
.+ by or known to the Contractor or, where applicable, of any
- eontensplated publication by the Contre.ctor stating the date

and-identity of such-publication or: contemplated pubhcatlon

and

- (B) convey to the Government the Oentractor s entu'e
~right, title, and intérest in-such Invention by deliverin, to
the Contractmg Officer upon written request such duly
executed - instruments. (prepared:-by -the! Governuient) of
-+ assignment: and application, :and such other pdapers as are
" .deemed: necessary -to vest in- theGovernment- the Con-
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“-tractor's right, title; and interest aforesald and the - right to
apply’ for a,nd prosecute patent a,ppheauons covering such
Invention throughout the world, subject, however, to.the
right of the Contractor specified in :(g) . below to file foréign

“‘applications, ‘and subject. further to the ‘reservation of a
non-exclusive and ‘royalty-free license :to the -Contractor

- {and to-its existingiand future associated and affilated com-
panies, if any, within the corporate structure of which the
Contractor is a part) which license shall be assignable to the

‘successor of that part of the Oontractozt 8 busmess to which
- such Invention pertains; - =

(m) thé Contractor shall furnlsh prompt,iy to the Contracting

Officer on request an- irrevocable power of attorney :to inspect
‘and malke copies of each United States patent application filed
by or on behalf of the Contractor covering any such Invention;
(iv) in the event the Contractor, or those other than ‘the Gov-
~“ernment deriving rights from the: Contractor :elects not to con-
~tinue prosecution of any- such United States’ patent: application
- filed by or on behalf of the Contractor, the Contractor shall so
- notify “the Contracting Officer ot less than sixty days before
- "the expiration of the response’ period and, upon written request;
7 deliver to the Centracting Officer such dulV executed ingtruments
"_"(prepered by thé Govérrinient) 'as ‘aré deemed necessary. to vest
‘in the Government the Contractor’s entire right, title, ‘and in-
 terestin’ gsuch  Inivention -and the - &pphcatlon sub]ect to - the
reservatmn ag specified in (4) (ii) above; =
() 'the Contractor shall “deliver - to the" Contra,ctlng Ofﬁcer
o duly executed  instruments fully ‘confirmatory :of- any license
*rights herein agreed to be granted to the Government. :
(¢) The Contractor, or those other ‘than the Government derlvmg '
the rights from the’ Contractor ghall have ‘the:exelusive rights -to-file
apphce,tmns on* Stibject Inventlons in each: foreign country within:

-{i) ‘nine months from the date a corlespondmg Umted Statee-

appheatlon is filed ;- S '

(1) -8ix 'months ‘from' the date perm1ssmn is granted to ﬁle-

forelgn apphcatlons where such ﬁlmg had been proh1b1ted for
securlty Treasons; or i £
G (ii1) such longer perled as mey be approved by the Contractmg
flicer,
'The Contrector shell upen wrltten request of the- Oontractmg Ofﬁcer
<onvey to’the Governfnent the-Contractor’s: entire right, title, and
interest in each Subject Trnvention in each foreign -country in which
an’ application his not been filed withinthe time ‘above: specified,
subject 10 ‘the reservation of a nonexclusive and royalty-free license
to the Contractor together with thé right of the Contractor to grant
sublicenses, which license ‘and right'shall be assignable tothe successor
of ‘that’ pert ef the Contraeter s busmess to- whwh the Sub]eet Inven-
tlon pertaing, -
() Ifthe Contractor faﬂs t0 dehver to ’c.he Oontraetmg Ofiﬁcer the
' mtenm reports required by (¢) (il):above, or fails to furnish the written
disclosures for all Subject Inventions requu'ed by (¢) iy above, shown:
to be due in’ gecordance “with any intsrim réport delivered under
(¢) (ii) or otherwisé: known to be unreported,:there:shall be withheld
- from payment until the Contractor shall have rorrected such failures
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- either ten percent (10%) -of the amount of this contract, as from tﬂne
to time amended, or five thousand dollars ($5,000), whichever is less.
After payment of eighty percent (80%): of the amount of this contract,
as ‘from-time to.time amended, payment shall be withheld until a
reserve of either ten percent (10%) of such-amount; or five thousand
dollars (85,000), whichever is.less, shall have been set. aside, such re-
serve or balance thereof to.be retained until- the Contr&ctor shall have
furnished to the:Contracting. Officer: ... .:. C

(i) the final réport required by (c): (111) above
(i) written -disclosures for-all Subject. Inventlons requrred by
(c) (i) above which are shown to be:.due. in accord&nce with in-
=1 terim ‘reports. deliversd - under - (c) {ii) above or in accordance with
~.:such final reports or are.otherwise mown to be unreported; and
T l(111) the information -as to &ny subcontractor requlred by (h)

elow. .-

The maximum -amount Whlch may be w1thheld under this paragra.ph
(f) shall not exceed ten. percent (109%) of the amount of this contract
or five thousand dollars ($5,000), whichever is less, and no amount
shall be withheld under this pa,ragraph (f) when the amount specified
by this paragraph (f) is being withheld under other provisions of this
contract, - The withholding of any amount or subsequent payment
thereof to the Contractor shall not be construed as a waiver of any
rights-accruing to the Government under this contract. . This para-
graph (f) shall not be construed. as requiring the: Contractor to with-
hold any:amounts from a subcontra.ctor to enfore compliance with the

: pa,tent provigions of a subcontract. :

(2) ‘The Contractor shall:exert all rea.sonable effort in negotiating
for the inclusion of this Patent Rights clause in any subcontract here-
under of three thousand doHars ($3,000) or more having experimental,
developmental,.or research work as one of it purposes. In the event
of refusal by a subcontractor to accept the Patent R1ghts clause, the.
Contractor shall not proceed with.the subcontract without written
authorization of the Contracting. Officer, and upon -obtaining such
authorization, shall cooperate with the Government in the negotiation
with such subcontractor of an acceptable patent rights clause; pro-
vided, however, that the Contractor shall in any event require the
subcontractor to grant to thé (Government patent. rights. under
Subject Inventions of no less scope and on no less favorable terms
than those which the Contraetor has under such subcontracts; except
that i no event shall the subcontractor be-required to grant to the
Government patent rights in excess: of those herein agreed to be_
granted to the: Government. by the Contractor. :. .-

- (k). The Contractor shall, at the. earliest practicable date,. notlfy
the. Contraeting -Officer in ertmg of any subcontract containing a.
patent rights clause, furnish.the Contracting Officer a copy of such:
clause, and notify the Contracting Officer when .such subcontract. is,
completed.” It is understood. that with respect to such subcontract
clause, the Government is'a third party beneficiary; and the Contrac-
tor hereby assigns to the Government all the rights that: the Con-
tractor would have to enforce the subcontractor’s obligations for. the
‘benefit of the Government with respect to Subject Inventions. The
Contractor. shall not be obligated to enforce the agreements of any
subcontractor hereunder relatmg to SubJeet Inventlons
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iRy When~the Contractor shows that it has been deliyed in the
- performance of this ‘contract. by reason of: its inability to-obtain.in
accordance with (g} above a suitable patent rights clause from a
qualified :subcontractor-for any.item or service.required under this
contract for which: the. Contractor itself- does not-have available
facilities '.or=qfualiﬁed personnel; the Contractor’s delivery dates. shall
be extended for s period-ef time équal to the duration of such delay:
and, ‘upon request-of the Contractor, the Contracting Officer shall
determine to what extent,:if any, an additional extension of the'de-
livery dates and -increase-in - contract-prices hased -upon  additional
costs incurred by such.delay are proper under the circumstances; and
the contract shall be modified-accordingly. If the Contractor, after
exerting all reasonable effort, is unable to. obtain a qualified subcon-
tractor ag set:forth above, the Contractor may submit to:the Con~
tracting Officer. a written -request.for waiver or -modification of the
. requirement that a-suitable patent rights clause be included:in the
“subcontract. o o o o S e R LT
- Buch request shall specifically state that the Contractor has used
all reasonable effort to obtain:such qualified subcontractor, and shall
cite the waiver or:termination provision hereinafter set forth. If,
within thirty-five (35) days after the date of receipt of such request
for ‘a- walver or modification of szid requirement, the Contractin
Officer shall fail to deny in' writing such request, the réqu-irement-shaﬁ
be-deemed to have been waived by the Government: - If within such
period the Contractor shall receive a written denial of such request :
by the Contracting. Officer; this contract shall thersupon automati-
cally - terminate and the rights and obligations of the parties shall be
governed by the provisions of the ¢lduse of this contract providing for
termination.for the convenience of the Government,: - - . .- .-
CLAUSE- 20. 'PATENT - CONDITIONS {APPLICAELE TO . DEVELOPMENT
e R ARt CONTRAQTS) -0 “ovo 0 oo oo = o
. In:consideration of this contract it is hereby agreed that, if in the
course of the development of the article herein contracted for, there
shall be- incorporated. herein any new .inventions andfor discoveries
made by the Contractor or any of its employees, as & part of said
development, the Contractor shall furnish the Government a com-
plete list of all such inventions and/or discoveries and shall designate
on such list those inventions and/or discoveries on which applications
~ for patenis will be made by or on behalf of the Contractor. The
. Contractor shall file and duly prosecute, or cause to be filed or duly
prosecuted applications for United States Letters Patent covering
the inventions and/for discoveries so designated, and the Government
shall have, solely for Governmental purposes and without any con-
sideration in addition to that herein provided for, a non-inclusive
and irrevocable license to make, use and/or have made for its use any
-and all such inventions and/or discoveries which result in United
- States Letters Patent, in devices of the same or substantially the
same character and for the same purpose as the devices furnished
under this contract, anywhere and at any time the Government may
see fit, and to sell devices embodying said mventions and/or discoveries,
. and devices of the same or substantially the same character as above
recited, as provided for by law regarding the sale of surplus or con-
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demned’ public property. ::The ‘Contractor ‘hereby agrees. that the
Government shall have further an irrevocable option to file and
prosecute applications for United States Letters Patent in the name
of the inventor (retaining only a nonexclusive and irrevocable license
to the Government), on:sich new: inventions and/or- ‘discoveries as
ay not be designated by the Contractor-as ‘those on which he will
- filé"and ‘prosecute applications for United States Letters Patent, and
the Government hereby resérves the right to file and prosecute all
:such applications for United States Letters Patent.
- On the new inventions-and/or new discoveries on Whmh the Govern—A
- ment-elects: to file applications for United States Letiers Patent, ithe
Contractor agrees to grant the: Government full power of substltutlon
and revocation; and’ power: .to make alterations and amendments-in
- and to such apphcatmns to receive 'the . patents, and:to transact- all
business-in the Patents Office connected therewith, and to prosécute;
conduet and make:all-adjustments and: settlements: of any interference
and other actions or proceedmgs in Whlch such apphcatlons xoay
become involved: =% =
“The Contractor further agrees to furmsh and dehver to the: Govern-
ment any and all ‘papers, documents, affidavits and/or other instru-
ments duly -executed that may be requlred by the -Administrator: of
the: Civil ‘Aeronautics Adininistration m the preparation; prosecution
.or. conduct of the application for: United States:Letters Patent the
" Governmient. elects to prosecute; oriin the ad;ustment or settlement
of any interférence or otheér-actions ‘or proceedings::in which such
applications may become involved and further to aid: the Government
in’ profecting the-inventions.and/or discoveries: ag-may: be: requested,
by the Administrator of the: Civil Aeronautics' Administration. -
Process patents; :shop: practices:and manufacturing . methods are
not to be considered as included within the terms of this agreement,
“unless specifically mentioned and designated as joint developments,
when the Government through financial or other cooperative effort
has contributed to the result obtained.
‘The Contractor covenants that he hasnot entered into and will not
enter into. any arrangements to évade ‘the intent and purpose of - the
provxsmns of the contract pertammg to patentable sub] ect m&tter




