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FOREWORD

This report was prepared by Dr. Archie M. Palmer for the Subcom-
mittee on Patents, Trademarks, and Copyrights as part of its study
of the United States patent system, conducted pursuant to Senate
Resolutions 92 and 167 of the 84th Congress and Senate Resolution 55
of the 85th Congress. It is one of several now in preparation under
the direction and supervision of John C. Stedman, associate counsel

- for the subcommittee, :

The authors of these studies have been selected on the basis of their
understanding, experience, and vision insofar as the patent system
15 concerned. For many years Dr. Palmer has been a recognized and
leading authority on the patent policies of the Government and edu-
cational and nonprofit institutions. He has been associated with the

© . patent-policy program of the National Research Council since 1983,
and was appointed Director of its Office of Patent Policy Survey in
19486, a position he still holds. He was the first chairman of the (Gov-
ernment Patents Board, serving in that capacity from 1950 to 1955.
In addition, he has held a number of important positions with various
educational institutions, including the presidency of the University of
Chattanooga. IHe is the author of a number of publications on the
subject of patents, including Nonprofit Research and Patent Manage-
ment Organization (1955), Administration of Medical and Phar-
maceutical Patents (1955), and University Patents Policies and
Practices (1952).

The present study incorporates and brings up to date much of the
information contained in some of these previous publications, In
addition, it includes information not previously published especially
with respect to the actual operations of these programs, important
patents involved therein, and the receipt and disposition of income
received from them.

Universities and other nonprofit research organizations have made

. a material contribution to scientific progress through their research
efforts. This report sets forth the practices, policies, and experiences
of these universities and organizations. TInsofar as their relationship
to patents is concerned. The analysis and collected information
should prove useful to others who may be contemplating similar
programs.

In publishing this report, it is important to state clearly its rela-
tion to the policies and views of the subcommittee. We point out here,
as we have in other studies in this series, that the views expressed by
the author are emtirely his own. The subcommittee accepts, and
welcomes, the report for consideration and study, but its publication
in no way signifies or implies acceptance or approval by the subcom-
mittee or its members of the facts, opinions, or recommendations con-

" tained in it. Such publication does, however, testify to the subcom-
mittee’s helief that the report represents a valuable contribution to

" the literature concerning the patent system and its operation, and that
the public interest will be served by its publication, distribution and
consideration. : ' T

Joserr C. O’ManONEY,
Chairman, Subcommittee on Patents, Trademarks
and Copyrights, Commitiee on the Judiciary,

_ ' United States Senate.

 Avausr 9, 1957. :
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~ PATENTS AND NONPROFIT RESEARCH

“Patentable ' discoveries’ ‘and ™ iniventions ‘are usually  forftuitous
byprodicts -of ‘research. They ire not necessamly the conséious ‘or-
inavitable end result of scientific investigation or technological experi- -
mentation. - This is especmlly true of the products of research con--
ducted- on the un1vers1ty campus and a,t ether nonproﬂt researeh”:
centers. .

- 'Whgther aoneernad prlmanly Wlt.h sea,reh 1nt0 the known fora”
new ides, understanding of nature and itslaws, solution of a specific
réseiirch problem, developmerit of a'new product of improvement ‘of”
an existing process, most scientists working in university’ laboratories
and ‘in’ ‘nonprofit research orgemzatlons are content to pursue their
investigations w1thout giving much, if any, thought to: the' patent-"
ability’ “of the' pesults” THeir’ resea,rch efforts are diréeted - rimarily -
to'thé task at hand, and many take the attitude that’ wide: d1ssem1na-.*_'
tion of the results throu h pubhcatmn is preferable ‘ .

- Yet frequently new 1§eas, dlscoverles, and inventions growing’ out"f
of expernnents and investigations undertakén with quite a4 different”
purposein view may have va%luable commeréial application and require”
patent protection and-control in 'the ] ubli¢’ interest: “They may not"
only be essential to scientific and technological progress and to cul-
tural and social advancement, but'they may also contribute to indus-
tmal development and expanswn . e

.The protection and' control pr0v1ded under the pa,tent Jaws 'me.y-__
have to be invoked to obtain the maximum public benefit and usaful-
ness from these products of nonprofit research. -In such instances the -
universities and other nonprofit research: orgamzatlons ‘have a respon-
sibility to the publicand tothe invetitors, as well as to themselves and
to those who sponsor the research in’ cases of externally supported:.
pro3ects, to see that the discoveries and inventions are patented and
are 5o administered and controlled tha.t they will produee the greatest
bensfit to all concerned. :

“The Patent Act of 1952 prov1des that “any new' d- useful process,_ '
machine, manufacture, or: composition of mafter, or any new and
useful improvement, thereof” is subject to patent. Under this provi-.
sion of (fhe law many. of the products of nonproﬁt research can be
‘phtente ' A
bt ‘Since. the turn of the century, and_ partmularly durmg the past 15 .
YOars,. ‘there has been a steadily. increasing recognition and apprecia-
tion of the contribution of scientific and technological research to the
protection and improvement of the health, security, and prosperity 61




2 PATENTS AND NONPROFIT RESEARCH

this Nation and of the world.at large. Through the research efforts
‘of scientists, engineers, and other creative individuals tremendous
strides have been made in the advancement of the economic and social
welfare and well-being of mankind. o
As Vannevar Bush so aptly expressed it in his letter transmitting
to the President his report on Science, the Endless Frontier in 1945:

Scientific progress is one essential key to our security as

a nation, to our better health, to more jobs, to a higher stand-

ard of living and to our cultural progress.?

-Universities and. other nonprofit research organizations have made
a material contribution to scientific progress through their research
efforts.  Through the conduct of both fundamental and applied re-
gearch, some of it institutionally sponsored: but a considerable amount
supported by industry and the Government under.contract and grant-
in-aid, these organizations have aided in restocking the storehouse of
fundamental sclentific and technical information, which was so exten-
sively depleted to meet the urgent demands of World War 11, and also
in providing solutions to problems.of immediate concern to industry
and the Government,. .. .. L . _

This monograph contains factual information concerning nonprofit
research and patent management in the United States and an interpre-
tative analysis of the policies, practices, and procedures of universities
and other nonprofit organizations in the conduct of their research ac-
tivities and in the disposition and administration of the patentable .
results of such research. - Both the factual information and the in-
terpretative analysis are based upon the author’s extensive studies and
experience with these problems over the past 30 years and his publi-
cations on the subject of patents and nonprofit research.® . .

ot Usaverstry REspARCH. - e
Although universities, colleges, techinological institutes, and pro-
fessional schools are primarily teaching institutions, research is and
always has been an integral part of their overall educational program.
Research is an essential adjunct of informed and effective teaching: it
is the lifeblood of 4 good teaching institution.” Through their research
activities the members of the university community and the univer-
sities themselves sre enabled to fulfill their fundamental function of
extending the boundaries of human knowledge, of arousing and en-
couraging attitudés of scientific and critical inquiry, of training their
students for scholarly and technical pursuits, and of disseminating
scientific and technological information. == = L
* Universities attract the type of independent thinker who is inter-
ested in the discovery and dissemination of new knowledge.” Both by
nature and by reason of the university environment he is disposed
to delve into the unknown and to conduct: fundamental research as a
means of gaining knowledge for its own sake. 'He péerforms the ex-
perimental and investigative work necessary to obtain this new infor-
3 Busti ¢ Selencs, the Endicss Frontler (1945, pvk 7 10 7 o
& Fgpecially the 4-volume series on Nonprofit Research ind Patent Management
&1955—5\6 ;. also University Patent Policies (1934), Survey of University Patent Policies
1948), YUniversity Research and Patent Problems (1949), Medical Patents (1948), Uni-

versity Patent Pollcles and Practices (1952), Supplement to Unlversity Patent Policies and
Practices (1085) and Adminigfration of Medical and Pharmaceatical Patents (1955).
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.mation unhampered by the pressures and demands encountered by
the scientist in an industrial laboratory. = = | B

“ Another, and perhaps even more important, aspect of university
_research concerns the training of scientific and technological personnel
to meet the urgent needs of industry and government, as well as the
educational institutions themselves, and to relieve the present critical
shortage of adequately trained scientists snd engineers. Learning to
become a cdmfpetent research worker requires not only the acquisition
‘of factua) information but also the experience in research techniques
~ and procedures that can only be obtained through actual participation
.- 1h experimental research. L

', UNIVERSITY RESBARCH PRACTICES =

" At some educational institutions research plays a more imiportant
role than at others. Many of the larger universities, both public and
“private, and the land-grant colleges include both regular divisions
and special research units which engage in extensive research pro-
grams.* By their very nature technological institutes and profes-
sional schools operate in flelds which involve both basic and applied
research. . The agricultural and engineering experiment stations af-
filiated with the land-grant colleges and State universities perform
research as a public service,” as do the State bureaus of mines and other
*‘specialized units located at these institutions. ' - o
"~ University research has also been given further impetus during
~ recent years by cooperative and sponsored projects supported by gov-
erninent, industry, foundations, scientific societies, trade groups and
~other off-campus agencies through grants and contracts.® ~“Such sup-
port of university research is of two general types, distinguished by
the objectives of the research and the limitations and restrictions
_placed upon the investigators themselves and on the use of the
© findings: - S S o :
N (1) Unrestricted gifts, grants-in-aid, and graduate research
fellowships, given without expectation of any direct return to
the sponsors but rather as contributions toward the general edu-
cational programs of the universities, usually in resporise to re-
quests for financial aid of research activities initiated by faculty

members and advanced students; and Co ELE
(2) The financing of specific projects of immediate interest and
benefit to the sponsors, through fellowships and research con-
tracts, with limitations on the areas of study and restrictions on

_the control and use of the research findings. =

"+ Insuch an atmosphere it is inevitable that research and patent prob-
- lems will arise, particularly at-those institutions where any consider-
-+ able amount of seientific or technological research is conducted. These
. problems concern not only the institutions themselves, but also their
- employee-inventors and the sponsors of the research. To deal effec-
. tively with these probléms many universities, colleges, technological
‘institutes, and professional schools have found it necessary and desir-

¢ Palmer, Nouprofit Resecarch and Patent Management in the United States (1956),

: pp. 12-24 ; also Palmér, Nonprofit Research Ingtitutes (1956)."

6 Pp, 14-20, infra. . M o .
ﬂFgotnote 41gupra: also Palmer; Industry Sponsored University ReseaTeh, 26 Chemical
and Engineering News (July 12, 1948), pp. 2042-2045.

8788T——B -2
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able to adopt institutional policies and practices and to formulate pro-
_cedures both for the conduct 6f research on the university campus
-and for the hahdling of patentable discoveries and inveitions.”
There i & wide diversity of practice among educational institutions,
‘and often in the varions divisions of the same institution, in the han-
. dling of these patentable discoveries and inventions. = Existing prac-
tices vary from strictly drawn research and patent policies to Taissez-
faire attitudes, and even an unwillingness to become concerned with
~ patents. At a considerable number of institutions little or no serious
- official consideration has been given to the patent problem, despite the
steadily increasing volume of scientific and ‘technological research
conducted on the university campus during recent years.
Some ingtitutions observe a hands-off atiitude, leaving to the in-
dividual inventor the responsibility for determining what. disposition
- is to be made of the products of his research efforts. Others take the
_ position that the institution has an intevest in ali research activity on
~the campus and have established Tormalized research and patent poli-
cies or follow generally accepted practices for handling any patentable
- discoveries that may result. Still others observe a definite policy of
‘not having a research or patent policy. . Frequently the failure on the
-part of an institution to establish such a pelicy is the result of limited
-experience or no experience at all with patent problems. - = . .
f the more than 1,850 institutions of higher learning in the United
. States less than one-fourth: have given much serious thought to re-
_ -search and patent problems. Most of the other institutions are junior
.. colleges, law schools, theological seminaries, other specialized institu-
.-tions, and. small liberal .arts. colleges which do not engage in any
- significant amount of scientific. or technological research. As a result
- they have little or no concern with research and patent problems.
- Nevertheless, there is evidence.of a definite trend ® on the part of
the higher educational institutions to adopt formalized research and
- patent policies or to develop and observe practices which, whils not
- established by formal trustee or other action, are generally accepted
-ag applicable to research throughout the institution.® Some institu-
‘tions have adopted special policies or recognize general practices for
*dealing with those results of scientific investigation that affect public
‘or private health’® Others have developed .policies and practices
- only with respect to sponsored research, particularly when' conducted
-in.special research units® .~ SR Ce : :

| FORMALIZED FESBAROE AND PATENT Poroms

" General research and pa.tént;-goligies have been adopted, as a defini-

“tive conrse of action formulated and ‘expressed in a systematic state-
ment, by the boards of control, State legislatures, or other.governing

"1 Polmer, Survey of Unlversity Patent Pollcles (1948), University Research and Patent
i Problems (1949}, University . Patent . Policles and  Pracfices (1952), and Supplement to
"Dnlversity Patent Policies and Practices (1955). = o . TR
o8 The trend " is :indic%tedt'byt theuffllqwing“tabula.tion of dates of original adeption of
b lized research and patent pollcies: N .

OI]l?I?iloi‘zto 1930, 8 19311135, 6; 193640, 12; 1941-45, 19; 194650, 25; 1951-55, 20..
et ootnote T, SUDTR 0 b ceont gl T e il Gl . .

1 P(j 8 infra; sﬁls]u Palmer,, Medical Patents (1948) and Administration 'of Medical and

Pharmaceutical Patents (1055). ’ o L T
1 Pp,. 6, 9-13,-infra ; also Balmer, footnote §, supra.. ... ..
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bodies of the following 85 un1ver51t1es colleges teohnologleal insti-

tutes, and professional schools: 2

Agricultural and: Meoham
lege ‘of Texds®" :
Alabama Polyteohm

ogy
Carnegie Institute of Technology

Case Institute of. Teohnoloo’y
Chapman :College. - ...
Clarkson College. of. Technology
Clemsor: Agrlcultura,l Collede :
Columbia. University. - - :
Cornel University .
Drexel Institute of Teohnology
Tlorida State University
Institute.of Paper Chem1stry

“ Towa.State College .- .

- Johns Hopkins Un1ver51ty
Kansas State. College . -
Lehigh University .
Lowell. Technologloal Instltute
Massaohusetts Institute. of Teoh—

_nology. - o :
Medical Collecre otV g
Mlchltren Oolleore of Mlnlng and
llnolotry

-MlSSlSSlp Stete College :
Newark llege of Dngmeermg
Northeastern University:... -
Northwestern University . |
Ohio State University.

Oklahoma Agricultural. a,ncl \f[e—

ichanieal College. .. ... ...
Oregon State College .~ .
Pennsylvania State Umvermty
‘Pratt Institute, .
Princeton: UmverS1ty
Purdue University . -
Rensselaer Polytechnle Tnst1tute

Al ECol Rutgers Un1vers1ty

_ o St JohnsUmversﬂ;y
Instltilte' '
California Instltute of Teehnol-

St. Olaf College - Co

South Dakota Sohool of Mmes
and Technology -

Southern Illinois Un1ver51ty

- BtanfordUniversity. .. -
State. College of Washmgton

-State’ University. of Towa .

_State University of New Yor LA
“Tufts. University . . . . .
[ University of Akron -

University of Alabama -

._Un1vers1ty of Arizona

. University of Arkansag.

_Un1vers1ty of California
- University of Chieago.. .
-, University of Cineinnati
- University:of Colorado .
University.of Conriecticut
- University of Delaware..
University of Detroit

University of Florida.2¢.
. University of Hawail

. University, of Idaho
« University.of Tlinois

-University of Kansag *

. University of Kansas C1by
- .. University of Kentucky .,

.. University of Louisville
~University of Maine
__.Un1ver51ty of Miami ..

- University. of Missouri,

~ University of Nebraslka
~ University of New I-Iampshne

- University of North Carolina 13_' '
TUniversity of North Dakota

UILIVEI‘Slty of Notre Dzune

mPalnrler, University Patent Poltcies and Practices (1952}, pp 28—229 und Supple-
ment to- University Patent Policies and Practmes (1955}, DD, - 46-90, in Which verbatim
stafements of these policies are presented. : .

% ThHe poliey of the Agricultural and Mechanical Col] ge of Texas, w‘hieh was’ adopted
by  the beard of directors of the Texas Agricultural and Mechanical College. System, is.
applicable not only to the college itself but also to the Arli%ton State College, to the
Tarleton State:College, to the Prairie View Ag!.wultural and, Mechanjeal College, and to
the other units of the systein.:

1% The. policies of the Oregon State College and the Universlty of Oregon are identical ;-

a’ simildr poliey applies also to the other public higher educational institutions in that
State. swhich are under the contrel of the Oregon State Board of Higher Education, The
similarity ‘of the policies of Florlda State Unlversity and the. University of Florida and
of the policles of Kansas State College and the University of Eanaas will alzo be noted.

5 The policy of the State University of New York applies to all the State-operated units
of the univergity, which consist of 11 collegés for teacheérs and feachers colleges, 6 agri-
eultural colleges and technical institutes, 2 colleres of medicine, a eollege of. forestry, the
Melritime College at Fort Schuyler, and Hargur Coﬂef

19 The peliey of the University of North Caroclina Ig applicable on a universltywide basis
to membhers of the university staff and to graduate students and assistants &t the university
located in Chapel Hill, at the North Carolina State College of Agriculture and Engineering
located in Raleigh, and at the Woman’s College Iocated in Greensboro,
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University of Oregon -~ = - University of Washington
University of Pennsylvania University of Wyoming

" University of Puerto Rieo -+ ... Vanderbilt University EE
University of Rhode Island = - Virginia Polytechnic Institute -
University of South Dakota . - -~ West Virginia University
University of Texas ¥ - - Wittenberg College
Unitversity of Tulsa: -7 . Yale University
University of Utah . = - . PR

Harvard and Western Reserve Universities have formally adopted -
special research and patent policies with respect to inventions and
discoveries primarily concerned with therapeutics or public health,
which'are applicable on a universitywide basis and deal with the sub-
ject matter of the research rather than the site of its performance.®
The policy of Harvard University also applies to Radecliffe College
because of its affiliation with that university.” . ' .

Boston and Louistana State Universities, Linfield College, and the
Universities of Michigan and Minnesota have adopted definitive re-
search and patent policies with respect to cooperative or externally
sponsored research, as hag New York University: with respect to
research conduected in jts college of engineering under the auspices of
the research division of the college At most institutions patentable
products of such contractual research are subject to the provisions of
the contracts made with the sponsors of the research, e
. A number of other institutions which have not formally adopted

policies but which have entered into patent development agreements
with Research Corp., a nonprofit patent management foundation, con-
sider the provisions of those agreements in the nature of ‘a broadly
formulated policy and apply both the provisions and the philosophy
of those agreements on an institutionwide basis.2®’ ) ' '

Of the 85 formalized research and patent policies currently in effect,
20 have been adopted during the past 5 years.. The policy of Lehigh
University was the first to 'be established: it was adopted more than
30 years ago, on April 25, 1924.  Eight others have been in existerce
more than 20 years, bt five of these have been revised or amended
since their original adoption. The frequent revisions which have besn
made, especially during the past several years, indicate that these
policies ‘are under constant review and reconsideration. Since 1950
11 previously adopted policies have been revised or amended: several
of them were completely rewritten and the others were modified in

art2 Lo e e A .

Most of the formalized policies have been established through
trustee action, usuglly after extended prior study by special facilty
or joint faculty-administration committees; whereupon they have

“ages footnete P, B p v T Tt el oenn T e e e

‘¥ The policy of the University of Texas is applicable on a universifywide basig, not only
to the units of the university located in Austin but algoe to the medical branch lecated in
Galveston, to the Southwestern Medicael School located in Dallag, and to the Texas Western
College located in W1 Paso. ' } S . ) k

.18 Palmer, Medical Patents (1948), pp.~ 9, 26; and Administration of Medieal and
Pharmaceutical Patents (1965), pp. 12-13, 67, . R : :

1% Pglmer, University Patent Policies and Practices (1952), pp. 88-40, 123-124, 141-142,

143-144, and Supplement to University Patent Policies and Practices (1955), p. 50.

» Pp. 36-38, infra. |
“A Footnote é, supra.
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.then been adopted with administrative. approval and. recommenda-
tion. A few of the policies have been established merely by admin-
igtrative action. Some of the more recently adopted policies are
patterned after those already in effect at other institutions, particu-
larly the earlier policies of Iehigh University, Pennsylvania State
University, Massachusetts Institute of Technology, and the Univer-.
sity of Illinois, with variations to fit local situations.?2 -~ - -

- In some instances the policy statements have been incorporated in
the official bylaws and regulations of the institutions concerned; in

- certain .other instances they are to be found enly in the minutes of

~meetings of the boards of control. ‘A few of the policy statements are
included as part -of general research and other faculty regulations,

-and have been so published in booklet form. - - -~ .~ - o
. 'The patent pelicies of several of the State universities have been
established by legislative action and are part of the organic-laws of
-their States, as 1n Connecticut, North Dakota, and Ohio; the same

-ig true with respect to the University of Puerto Rico.” . At Alabama

- Polytechnic Institute the research and patent policy adopted by the

Auburn Research Foundation, a separately incorporated but affili-

- ated research organization, applies as the policy of the institute,*
.~ The formalized research and patent. policies of several of the insti-
“tutions are included in agreements sigried by their employees, par-
-ticularly those engaged in research uctivities.:: The policies of the
Michigan College of Mining and Technology and of St. John's Uni-
versity are embodied in patent agreements which every employee is

~required to sign when accepting a position at either institution.?

"o - At Case Institute of Technology- all staff- members.-and students

working on research supported by the Case Research Fund or under
contracts with the Government. or industry are required to sign an
- inventions agreement which containg the institute policy.2® The policy
~of the Lowell Technological Institute is embodied in:an inventions
.agreement signed by all faculty members-of the institute who devote
time to the research activities of the Lowell Technological Institute
. Research Foundation, a separately incorporated but affiliated organ-
igation.® - - . o i e
.+ Although the formalized policy of St. Olaf College is applicable
- on a collegewide basis, all members of the departments of physics
and chemistry are required to sign a special agreement which includes
the policy.®® The policy of Wittenberg College is a provision of the
memorandum agreement between the college and: the membership of
_the Wittenberg Research Institute, an unincorporated function of the
college.?® T I e
- 'Ce%ta'm. of these 85 formalized policies are currently under review to
-meet changing conditions in the institutions, and at a number of
other institutions new policies are in process of preparation, some of
which have been under consideration for years. . Several institutions
have the formulation of a patent policy under current study as a

: gPa]Omer, Univergity Patent Policies and Practices (1952), pp. 95-98, 121-122, 133-1386,
© 169170, R . :
28 Ibid., pp. 6770, 1541565, 160162, 177-179.. g : 7
.24 bid., pp. 28-380. _ S . : ) T P .
2 Tpid., pp. 130141, 194, = : S S e ‘
2 Palmer ; Supplement to University Patent Policles and Practices (1853), pp. 46-47.
= Wootnote 22, supra, pp. 127-129. ST
2 Poothote 26, supra, pp. 6568, : IR
* Footnote 232, supra, pp. 224-225,
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“tesilt eithér of  specific Fesearch and ‘patent “problems’ which have
arisen at those institutions or of a recently accelerated interest in

sponsoreéd research activities. - o o T
7! SPEOTAL FEATURES OF PoLICIEE - o T

The policy statements vary in length ‘and in delineating the pro-
~cedures to be followed, also in:the extent to which they provide for
. the various- possibilities that might arise.. In practice the policies
" are all subject to and are.given local interpretation, in conformance
“with institutional regulations and other:pertinent local considerations.

A mumber . of ‘universities -with -affiliated :medical - schools, such as

Columbia, Cornell, and Johns Hopkins Universities and the: Univer-
sities of Cincinnatl and Pennsylvania, include in their policiesspecial
- provisions with respect to patentable regultsof scientific'research that
~affect public ‘and individual health, particularly discoveries and in-
‘ventions of a medical; pharmaceutical, therapeutic; or hygienic nature.
“Even though-a medical school ‘or a college of pharmacy which is af-
- filiated with o university is located in:another c¢ity, it is nevertheless
sitbject to the provisions of the universitywide policy, and particilarly
-to any special provisions with respect to inventions and: discoveries
affecting public health -which are ineluded in a numbér of the policiesi®®
v 1 Ag previously indicated, :Harvard -and: Western® Reserve Univer-
-sities have formally adopted special research and patent policies with
- respect to inventions and discoveries primarily concerned with thera-
peutics: or ‘public health, which are applicable on a -universitywide
" basis and deal with the subject matter of the research rather than the

“gite of its performance0d - o iEnan s el Lo T

- The formalized policies-areall applicable on a univergity- or college-
~wide basis to both: faculty and staff' members. *Some of the policies
“also-iniclude provisions with: respect to patentable discoveries resulting
Afrom: student ‘research, especially ‘when: the ‘discoveries are made by
~graduate students empldoyed or receiving’ specific fellowship or other
-financial-aid provided under Government or indust¥ial research con-
tracts. On the other hand, inventions made by students holding
-academic scholarships-or féllowships are generally considered to be
the personal: property of ‘these student-inventors, who “accordingly
‘retain the right to.assign or otherwise dispose of their patent rights.®
.+ ‘Both the-aforementioned 85 formalized researcli and patent policies
‘and most of ‘the generally accepted: practices followed at the other
“Idgtitutions cover all types of research conducted on the campus and,
insofar as practicable, all types of situations from which patentable
“discoveries and ‘inventions' might reasonably” be expected:to arise.
‘The wide variety of eircumstances under which research :and patent
‘problems may oceur areusually grouped in three general categories,
ge'signated for-convenience ag {1} personal or unorganized research,
(2) organized ‘or institutionally supported research; and '(3)- ex-
ternally sponsored or cooperative research supported by industry,
governmient, and- other' off-campus agencies, -+ - e

In order to provide incentive:and encouragement to their facult

members and other employees in pursuing their _pérsonalireSEarcﬁ

% Footnote 10, supra. -

safgotnote 18, supra. S ) B R S ST

51 8ea especially policley of Carnegie Ingtitute of T hnolofy and of Massachusetts
Institute of Technology in Palmer, footnote 22, supra. pp. 61, 133-1386,
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interests, most educational institutions place little or no restriction
on the disposition of discoveries and inventions resulting from re-
search conducted on an individual’s own time and at his own expense,
even though institutional facilities and equipment may have been
used in their development. Such discoveries and inventions are con-
sidered to be the exclusive property of the inventor, and he retaing
the full patent rights 'and:compliete- freedom to dispose of them as he

deems proper.®? - _ ; R P
_Institutions having formalized research and patént policies usually -
recognize, by explicit reference or by implication in their formal policy
statements, that a patentable discovery or invention which is not re<’
lated to the individual’s official field of employment belongs to the
inventor and accordingly waive all claim to.or equity in the discovery
or invention and in any patents that may issne theréon. Similarly,
at institutions which, in the absence of established policies, observe’
generally accepted practices, the ownership of 4 discovery or invention
- resulting from personal or Individual research rests exclusively with
the inventor.® . - . oo s T
Products of programmatic or institutionally supported research con-
ducted by fa._'cﬁty members and other employees as a regular part of .
their teaching and/or research responsibilities, especially when pat-
entable, require specific policy determination. When the invention
is directly related to the official duties and responsibilities of'the in-
ventor, it 1s usually the ‘practice to require assignment of title tothe
institution or “its-designated ‘agent, with:or without provision for
participation of the inventor in.any income: that may acerue from the
sale or exploitation ‘of patents obtained :om the invention3- . =
In such cases the institution bears the costs of-obtaining the patent
and assumes -responsibility for its exploitation, ‘either directly or
- through -an outside: patent management :organization. " Provision is
also ordinarily made for the patent rights to revert to the inventor if
the institution or its designated agent does mot file an application
for patent within:a reasonable: time. *The -exact period: of time is
sometimes, but not always, specified in the institutional patent policy
or inthe assignment.agreement.® . . .- . L T
: | BXTERNALLY §UPPORTED RESEARCH ETE
'The recent increase of cooperative and externally sponsored research’
in eéducational institutions, supportéd by industry, Government sigen--
cies, foundations, scientific societies and trade groups, raises many
problems.® - Whilé-certain -of this research.is-of a fundamental or
basic nature, much of it is developmental in character and the findings
. may-have valuable commercial application. The effect of such re-
search activities on the overall educational program of an institution
and on the discharge of itd résponsibility for training scientific per-.
" sonnel often poses problems of policy and administration. =~
Nevertheless, through sustained interest and financial assistance,
these outside resesrch sponsors give the educational institutions assur-

2 TMootnote 12, supra.
38 Thid.
#Ibid. -

wYpid,
% Footnote 6, supra,
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ance ef the stablhty and contlnulty of ﬁnanelal support that is esseritial
for carrying on basic and fundamental research, especially when the
support extends over a period of years. Such interest and support
help the universities to enrich the academic curriculum, to retain on
the staff outstanding teachers, and also to encourage and make possible
the continuance in school of promising young research scientists who,
in the absence of this aid, might be forced to abandon their a,dvanced
studies and be lost to gcience,

The additional funds prov'lded for sponsored research ag Weli as
unrestricted corpomte contributions for reséarch, place the universi-
ties in a position, through thé payment of more adequate salaries and
providing better working conditions, to attract to the campus expe-
rienced teachers and qualified research workers, Stch assistance also _
makes possible the purchase of new and modern -equipment for ex-
panding their educational programs. Further, through cooperative
research relations with industry, faculty members enjoy contacts with
current industrial developments that are mutually beneficial and en-
hance both their teaching and their professional growth. '

Emphasizing the stake of business in American education, Frank
W. Abrams, former chairman of the board of directors of the Standa,rd
0il Compeny of New Jersey, recently said:

- If business and industry could not-draw upon & large reser-. .
* voir of educated manpower, they would be handicapped in
“every phase of their operations. * * * The Intelligence and - -
-+ -Initidtive of people is'a tremendous natural rescurce of any
nation. All other natural resources are meaningless without
‘it. * * * Tf we let our educational:system decey, we will
- gravely injure the foundation of our greatness as a nation.
By the. same token, if we develop our educational system—
~expanding it-and making ig stronger—we will be cultivating
- the greatest of our natural resources, thé people of America. .
Arnd no ons-has a greater stake in the future of Amerlca than
: Amerlcanbusmessmen 87 ‘

The growing concern of mdustry in strengthemncr the hands of the -
universities and providing them with the tools for doing a better job
is well expressed by 2 outstandmg industrial leaders—to cite but 2 of
many such expressions. At the 52d Congress of American Industry,
Robert, E. Wilson, chairman of the board of the Standa,rd 011 Com-
pa,ny {Indiana), sald

- Industry must recognize an 1ncreas1ng respon51b111ty to sup- Co
port basic research in our universities.® - - S

Roy C. Newten, viceé pre51dent i eha.rge of research for Swift &
%0 » has alsobeen outspoken in pomtlng out’ :Lndustry S respons1b1hty
-He says:

. Each day 1t becomes more, a,pparent that there is a deﬁmte
- need for a general program of promotion calling for more
widespread support of basic research.

8 Ahrams, The Stake of American Business, pp. 6-8.
sgaln panel discussion on What Should Be the Role of Government in Research? (1947).
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He indicates mdustry 5 responmbﬂlty in the following Words

The challenge ifi the “futute lies in aceelerating ‘the pace: of
rthese basic studies in colleges and universities and under con-:-
ditions which. provide the greatest possible. Ireedom for ini- .. .
tiating this kind of research .developing it, and publishing the
results. - Colleges and; umversfmes reach. out beyond the lim:. . ;
ited spheres of interest of. any- smgle industry.or.even a.group
of industries. - They train the men: Who are needed to. broaden
coviourselentific frontiers®: ... ,

A. similar challenge to 1ndustry, to hll the gap a,t 1eest partlally a,nd
“participate in the expansion of serenitific-research through its sull}{port
~of’ pure “sclence’ in"the uniyersitiés; ¢ame from: Summner T. Pike;'a
‘buginessmian who was' formerly Vice Chairman of the Atormic Energy
“Commission, © Recently; in’ disciissing the Futiire of - ‘pure ‘seienice 1n
“thi§ dountry, he called ‘attention to € %18 stringent financial problems
‘eonfronting the universities which’ prevent them from financing the
“vast amount of’ basic resesichi which‘is erying'to be done and’ which
’obx&tously can ‘best be performed: on the university campus:” As: he
sal L i

. kKK unive ]les a.re unable to ﬁnance such .

: Work out of thelr .own funds,. it is highly preferable that

.....industry should step into the,breach with individual contri-
.. ~butions, rather than that. Grovernment, in the absence of ade-
. quage prwate support, should: come to dominate thls field. 4°_

If industrial research isto flourish; exploratory research in‘the um-
‘-vers1t1es must be supported and’ proportlonately emphasized. :Only
inithat way can ‘we- assure: the restocking’ of our: storehouse. of -‘baigic
“information.: During recentiyears, largely for war-purposes and the
national security, we  have been using up our supply of funda.mental
if']mowled,ge faster than we haveibeen adding to it.-

‘The'need for more fundamental  resedrch: and. the’ desn'ablhty of
ffostermg such research in the ' colleges: and: universities were’ well
~stated by the late Thomas Mldgley, ‘jbr in g diseussion-of the fature
-ofindustrial research. Hegave as. reasong for: entristing furndamental
-pésearch to the universities and for 111dustry gwmg them both encour-
g agement and: support' : . :
' " First, :the""iirii’v re’ generally able to brln o
... much broader vision to bear on these fundamental problems, o
.- second, where fundamental problems are being prosecuted in.,

| _1ndustr1a1 laboratories they have a habit of bemg ‘set toone -

- . side and forgotten when more urgent work develops; and
.. third, the work thus given to the educational staffs will be of :

.. .: considerable value in: educatmg future sclentlsts to do more' o
... such ‘work.
. "On'the other hah ,"apphed research should not be glven io L
' the umiversity or college stafls when the industrial unit is” "

capable of performing this service for itself.. Universities

" do not maintain the industrial tempo, nor ave their’ staﬁs in =

L#Newton, Tndustry’s Resgonsibility for Basic: Research, p.:7.:
40 As gquoted in Hutehing, ndustrial Applications of Atomw Energy, in 8 symposium on
W 'ys ‘Ahead: for Patents, Industrial Reraeareh and Atom.ic Energy? (194’3), p

T i MA L
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the habit of; niér should they' be dskeéd to, Work in ‘the con- - i
‘fidential capacity. required .for successful patent.control.#;
Through' its' support of uhiversity research; industry ‘encourages
fundamental investigation' in'broad fields' of industrial interest and
helps advance the teaching of basic subjects and postgraduate research
in the universities. Such'aid is‘also required if-the educational insti-
tutions are to' perform their niajor fuhction of training-inen:and are
to provide a continuing and steadily: increasing supply 'to relieve the

- pregent critical shortage of adequately trained:-scientific-and: techno-

E'logiq.éﬂ.;personneli T R N N S RS T AR SR SV RS TS SIS SO S AR I
o Industry. fsgppgjrt; of university regearch is.not-a new. phenomenon.
ustrial corporations and trade associations,.as.well as
-individual industrialists, have provided funds for the 'éon(i 1ct of both
sbasic and - fundamental ‘research .and :specialized .developmental, -or
-applied research, investigations at-educational institutions., .Progres-
:81ve -business executives recognize the potential value of the research
(facilities-and the scientific.personnel available in nniversities and tech-

-nological institutions in the. promotion and expansion of industrial

rogress. : e
P Aggqnsiderable number of companies are presently giving, or have
at one time or ancther given, financial support to university research,
although in'some instances it has been on a limited scale.? Many have
mado extensive use of university facilities or gpecific'research prob-
lems of immedidte concern to' their own operations. Somet-and the
numberis incréasing-—have developed or ‘are developing &ystématic

~programs for:supporting:university: fesearcli -through long-term or

"continuing grants.and fellowship aid to promising graduate students.

“Others are participating in: the cooperative research activities. at uni-

fviersities-z,zsponso,reg- by : various ‘national; regional, :and. -State -trade

igroups.siey das RS D RS I sty ol et s ; f

In its return to peacetime status after World War I, industry has

“turned-more ‘than ever to-the colleges, universities,:and technological

linstitutes for:assistance in: solving.its reconversion problems. ;-When

-unable to provide within their iown organizations means for, ;produe-

‘ing:new:ideas for the improvement-and replacement of obsoléte facili-

-ties and processes:to meet postwar. conditions, large and small .com-

anies alike, as well as trade associations and groups of related-in
ustrial firms, have sought the services of educational institutions in

research on specific developmental problems, .

The educational ingtitutions have been quick to respond.to this new
call upon them, despite the heavy teaching load resulting from gwollen
postwar enrollinent and their own lack of adeqnate instructional per-
sonnel. A number have for years been rendering such service to in-
dustry, both on an institutional basis and through congulting and re-
search work on the part of individual staff memibers. "This has been
particularly true in State universities, land-grant colleges, and tech-
nological institutes. . However, largely as'the result of their experi-
ence with war contracts and observation of what others have done or
are doing, there his been a material increase during the past several

41 Midgley, The View of a.Chemist, as presented In:& forum on the. Future of:Industrial
Regeareh- (1945, 0805 s e h o v nid e i n b Tl b s ot il Gl e e

Hull and: Timms, Reseéarch: Supported by Industry Through -Scholarships, Tellowships,
and Grants, 24 Chemical and Engineering News (September 10, 1946, Dpp. 2846-2358.
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years in' the number of colleges- and. un1ver51t1es 1nterested in offerlng
reseerch serwces to: 1ndustry end G‘rovernment : e

; I’ATENTABLE DISCOVERIES AND INVLNTIONS

Patentable dlSGOVBI‘leS ‘and, 1vent10ns T ultlng from sponsored_'
university research are handled in many. dlfferent ways, the ownership
and control of patent rights sometimes being retained by the univer-
sity but more often being turned over to. the: sponsor under a pre-
determined contractual arrangement. Certain institutions are uh--
willing and a, few refuse to undertake research projects which are.
likely.to entail patentable developments. .Others are willing to under-
take such research projects only when they retain complete control over.
both the patent rights and the publication of the results of the investi-
gation. Still others will enter into contracts under which the sponsor.
receives, for a consideration, ownership of-all patentable discoveries,
as well as full and confidential reports on:the, research findings.® .

Scientific and teclmologlcal research sponsored . and supported ex-
ternelly, especially by industry and by.Goovernment, is today a major
activity on many. a university. campus. It is conducted both.as an.
integral part of the educational program zmd as & special service. to:
1ndustry and the Government. . The support is given in various forms:.
as unrestricted. gifts, gra,nts—m—ald fe110wsh1ps a,nd contracts for the’
financing of specific research projects.. . . .

. ..As the sponsor of the research usua]l executes the contract Wlth:

the institution, rather than with the individual research Worker ar-,

rangements. mist be made by the institution for compliance w1th the
terms of the contract in order that it may fulfill its contractual obllga-‘
tions, . These arrangements may -be, and ordinarily are, included in
the institution’s research ‘policy or may be hsandled through. a col-
lateral patent waiver :agreement. or employment . contract with the
résearch workers engacred on the project. .. .

‘Most. institutions require full-time 1esearch personnel and others
employed on special research, projects to sign patent agsignment agree-.
ments covering all patentable ideas and discoveries ‘that. may result.
from their investigations. Such agreements.are also igenerally. re-
quired of full-time research workers in state agricultural and. engi-:
neering experiment stations, as well as: those ernployed on projects
conducted 1n or under specml resemrch 1nst1tutes eﬂihated with edu—
cational institutions. .

- Cértain, unlversﬂ:y reseerch and patent pollcles 1nclude reference'
_to patentable discoveries and. inventions resulting from student re-

“search, especially when the student is employed or receives specific
fellowehlp aid under an industrial or Gtovernment research contract.
Jowever, except when eub]ect to the terms of a research contract, such
digcoveries and inventions are generally considered to be the prwate
property of the student.: Ttis recogmzed that a student, paying tuition:
1s entitled to reasonable use of the facilities of the institution, as is: &
student recelvmg an acadennc schola.rshlp or fellowshlp SRR :

footnote 22, suprs, pp. 1411

“Footnotes 6 and 12 supé'g. nee especially Umverslty of Michigun poIicy, in Palmer,
4 Footnote 31, sSupra. : .
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*The procedures established for administering an institutional policy |
or practice and for determining equities in inventions are usually-
designed to eliminate, insofar as is practicable, all complicated and
burdensome effort' on the part of the'research workers and to encour-
age disclosure of and cooperation in obtaining patents on inventions.
Incentive may also be provided through the participation of the in-
ventors'in any revenue derived from the sale or exploitation of
‘patents obtained on theirinventions, " - "o o o

‘In order to assuré the same equitable treatment to all employee-
inventors the appropriate authorify responsible for the administration
of the institutional policy, whether a-qualifiéd individual, committee,
board, of d'e‘si‘gnateff agent of the university, is So selected that it will
funection judicially and impartially in'the determination of rights.
In most instarices provision is also made for appeal from the decision
of this administrative authority in the event of disagreement.*® -

2Tt s the usual practice for educational ingtitutions to retaiil cori-
trol over the publication of the resiults of all research conducted on
the campus, except personal research. " When an investigation is
financed through outside -funds, ‘that control is frequently, but not
always, exercised ‘subject to prior cohsent of the sponsor, and pub-
lication 'is withheld for a reasonable time to protect patent applica-:
tions and the interests of the sponsor in the commercial devélopment
of new discoveries ol processes.” A few institutions turn over all the
results of the research to the sponsor, includifig publication privileges
as well as patent rights, merely reserying approval of any reference
to the institution or its part in the investigation. In rhost instances
theuse of the name of the institution or ¢f the inventor In'any ddvertis-
ing fs proseribed. = Lo T e e e
“Institutional copyright policies are.incorporated in'a few research
and patent policy statements, mainly in' order to protect the interests -
of outside sponsors of contractual research, However, as a general
ractice, especially at educational® institutions, the copyrighting of
ooks and other writings is considered the prerogative of the author,
except: With Tespect to the results of ‘institutionally” supportedor
externally sponsored research. - TR e T
~'Certain policies also include provisions coheerning’ consultation
services by faculty members, especially when such services involve
the use of the facilities of the institution. ~Patentable discoveries and
inventions resulting from' stich ‘sérvices are subject to those policy
rovisions. Ordinarily, reasonable use of institutional facilities by
aculty members is permitted, ‘both for personal research and for
outside ¢onsultatiorn services for industry. e T

" EXPERIMENT STATION RESEARCH ~ 7

~Through the-systematic study of problems relating to agrictlture
and: engineering, the State -agricultural and engineering expeiiment
stations; most ¢f which are located at the land-grant colleges and the
State universities, have also made'many outstanding contributions
affecting the agricultural and industrial economy and public-welfare.
Although primarily ‘concerned with the advancement of the'interests

1135 Fl‘ggthote 12, supra, a.nd Palmer, Survey of Univer'sity Patent Policles (1948), pp.
" Fpotnete 12, supra.
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of their: respective States and Territories;. many of the stations have
engaged in the solution of regional and national problems through
;cooperative research in which two or-more stations have, participated,
‘and : frequently -also the United- States  Department. of- Agriculture,
-pooling their ‘téchnical - resources: and facilities . aooordmg to their
_ respectwe respons1b1ht1es and eapab111t1es s

AGRIOULTURAL EXPERIMENT STATION

In the followmg States and Terr1tor1es the agrloultul 1 experiment
stations are located at the land-grant colleges and universities indi-
_cated, with additional stations in three of the States—Connecticut,
New Ycuk, and Ohio; 2 number of the statlons ha.ve bre,nches in other
parts of their respeetwe States:, :

Alabama; at Alabamas Polytechmc Insmtute in Auburn
‘Alaska, at the University of Alaglkain Palmer.: .
©; Arizona; at the University of-Arwizoha in Tueson o+l i’
Arkansas, at the University of Arkansas ini Fayettevﬂle o
~ California, at the University:of California in:Berkeley. - -
*Colorado,” ‘at- Colorado Agricultiral and: Meehanlea,l College in
Fort Collins :
Connecticut; at the Umversﬂ:y of Con:neotlcut m' torrs
in New I—Ia,ven i :
Deleware, atithe: UnlveI'SIty of lelawa.re in Newa,rk
»Floriday at the University of Floridain Gainesville
Georgiayat.the University of Georgia.in Athens -
Hawaiiyat the University of Hawaii in Honolulu
Idaho, at the: University of Idaho in Moscow: = -
~.. Ilinois, at the University.of Tilinoisin. Urbana S S
.. Indiana; at Purdue University in Lafayette . : o P
_Iolvga at Iowa, State College of Agnculture and Mechamc Arts in
Kansas, at Kansas State College 7 £ Agrlculture 'fnd Apphed Se1—
_eDce in Manhattan - ‘
entucky, at,the Un1vers1ty of Kentucky 1n Lexm ton T
., .. Louisiana,at Lowsiana State Umversmy in Baton I uge R
... Maine, at the ‘University of Maine.in Orono - .
" ... Maryland, atrthe Uniyersity of Marylandin, College Palk
._Massachusetts, at the University of Massachusetts in Amherst . .
Mleh1§a,n, at M10h1ga,n State Umvers1ty of Acrrlculture and Ap-
;plied. Science in Kast; Lansing. . g
_Minnesota, at. the University o anesota in St Paul
. Mississippi, a,th1s,elss1p]gl State College i in State College
-.:Migsours,, at, the University. of M1ssour1 in Columbla S
.. Montanasat Montana State College.in Bozeman.. - . ... ..
. Nebraska, at the: Un1ver51ty of Nebraska in Lincoln. ., :.'_.: R,
Nevada,at the University of Nevada in Reno . . ..~
‘New Ilampshire; at the University of New IHampshire in Durham
w. Jersey,.at Rutgers Un1ver51ty in New Brunswick, " ¥

; also one

* - # Federal Legislation, Rulings, and Regulations Affecting the Btate Agricultural Expen
menit %%ations, . S Department of Agnculture Misceuaneous Publica 101 15 b4
pp sy R SR TSR SE TR N RPEIS B RS TUR ISR EN: IOt R SIS FER SR TI I S TP AP )
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New Mexmo at New' Mexmo College of Agrmulture and Meohemc

" Arts in- State College -
ber New York, at Cornell Umverslty in Itheea ‘also one in: Geneva
" North Ca.rolma, at-North Carolina State’ College of Agneulture
' an(% Eﬁgmeermg (of the Umversxty of North Carohna) in
Raler
North Da.kota, at North Dakote Agncultural College in Fargo
Ohio, at Ohit*State University in Coluimbugialso one in Wooster
o KQlélalllfma, at Oklahoma Agrlcultura,l a,nd Meche,moel College in
o Stillwater ' ;

Oregot, at Oregon State College i Corvalhs

’Permsylvanla at Pennsylvama St‘tte Umversﬂsy in Un1ver51ty

‘Park’
Puerto Rico, at the University of Puerto Rieo i’ RIO Piedras
Rhode Island, at the University of Rhode Island in Kingston.
South Cerolme -at Clemson A gricultural College in Clemson
South Dakotay: at-South Dakota State Colle«re of Agrlculture and
Mechanic:Arts in’ College Station -
* Tennessee, at the University of. Tennessee . Knoxvﬂle

o Texas, at the Apgricultural -and - Mechanical Collecre of Texas in

College Station :

-« Utah;at Utah State A gricultural College n Logan i

Vermont at the University of Vermont in Burlington:,
V1rg1n1a &t Virginia Polytechnic Institute in Blacksburg:

Washingtoli, at the State College of: Washington in. Puliman
West Virginiagat West Virginia University in-Morgantown: ;

Wisconsin, at'the: UmverSlty of:Wisconsin in; Madlson ‘

Wyommg, al the Umverslty of: Wyommg in Leramle

Although formally organlzed through ‘the encouragement and
assistance of Federal-grant futids authorized by  the Hatch Act of

“1887 4 gnd laws supplémentary: thereto, the research activities of many

of these State ~agricultural experiment stations originateéd in. earlier

‘movements in various States’ growing ‘out of State, ‘geological and

agricultural surveys beginning in the 1840’s ‘and were nccelerated by
the establishment of the Jand- grant collegeés and universities iinder the
Morrill Act of 1862.% Even'earlier; begmnlng with the settlernent of
Jamestown .in 1607 and of Plymouthiin 1620, when attempts were
made by the newly arrived colonists to 1mprove ‘the primitive agri-
culture practiced by the native’ Indians, significant contributions to

“the agricultural économy of the American’ people had résulted from

individual effort, and colonial subsidiés designed to inprove the rais-
ing of crops and livestock through experlmenta,tlon and’research.®
These’ experlment stations ‘condust & wide range of research and
disseminate information’ concerned’ with: the' developmerit of ‘higher
yielding and d1sease~re51stent CrOpS, 1nseetlc1des and fungicides, soil
Tertility and comservation; ag well a3 moré productive soil use, silvi-
culture and forest manecrement, plant dnd livestock breedmg, livestock

‘and dairy problems, and the preservation of foods.  The results of

la.boratory investigations Ave’ supplemented and “testéd thlough the

e 0 Jint, 440 3 R
l" 12 Stat. 03." .
A History of Agricultural Experimentetlon and Research 1n the Uniteﬁ Stai:es,

'1607—1925 (1937).
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experlmenta,l farms and-herds maintained by. many, of the land-grant
colleges and universities. ,

The activities. of the agricultural. experlment stetmns, whlch are
financed.Jargely through State.appropriations supplemented by, Fed-
eral-grant funds, are designed to promote a sound, and prosperous
agriculture,. increase : farm productivity, . Amprove the standards of
farm living and enable agrleulture to make its maxiroum contmbutmn
to the welfare of the consumery. havin due regard ‘to the varying
conditions.and needs of the respective States.” -Many of the stations
also conduct research On problems of general; mtereSt to agmculture
and related industries.in: icooperation. with. national, regional; and
State or local trade: asseciations and receive ﬁnencml assistance in
support: of such research from these associations. - A féw undertake
research projects su ported by r1vate companies and 1nd1v1cluals,
“when the subject of: tl"le mvestlcratlon is of pubhe concern e.nd is broed
and basic in charvacter. #2. . .../, R Ci i

ENGINDDRING DXPERIMEN

More recent 111 orlgm are the ate encrlneermo expemment stetlone
‘which are also located at many of the land- gra.nt colleges and State
universities and-operate in conjunction with the colleges of engineer-
ing at those institutions. .The oldest of these stations are “those at
Towa State College of Agrleultule and Mechanic Arts and at,the
_University of Illinois, both of which were ‘organized in 1904 “in recog-
nition of the need for more accurate knowledge of the materials and
processes of engineering and the conservation of these resources  upon
which: the engineering industries. depend ne8

“In the following States the englneermg experlment sfatmns are
located.at:the . 1nst1tut1ons indicated;.in six of the States—Alabama,
Colorado, ‘New Mexico, North. Dakota Utah, and Washmgton—such
stations .are located at-both the lantl—grant college and- the State
university: -

_ Alaba.ma., at'Alabama; Polytechme Instltute in Auburn a,lso at the
L s niversity of Alabamain Tuscalooga i -
. Anzona, at the University of Arizona in Tuoeon ST
** Arkansas; at the University of ‘Arkansas in: Fayettevﬂle
Colorado, at Colorado 'Agricultural and Mechanical College in
Fort dolllns ‘also at: 1tl%T & University ‘of :Colorado in Boulder
Connecticut, at the University of Connecticut in Storrs- . -
“Delawaré, at the’ University of Delaware in Newark
Florida, at the University of Florida in'(rainesville - :
“(Georgia;, at Georgia Institute of Technology in Atlanta
Idaho, at' the Un1vers1ty of Idahoin Moscow™ '
Tlinois, at-the WUniversity of Tllinojs in- Urbena
- Indiana, at. Purdue University in Lafayette . - . ‘
Iowa, at: Towa- State; College of Agrlculture and Mechanlc Arts _

i in Ames -

l716"9 Stat 671 sec 2 :also o 47, supra. B :

52 'Baged npon’ information contuined in® reports r ag: rieultural experlment sta.tions,-
also: Report: on Research: Work:in: State: Agricultural Stations Supported by Trade- Asso ;
eiations, Individual Corporations, and Cooperatives (1048). -

53 Richards: The Functions ‘of ‘thé Engineeripg Exper!ment Station of thé Univeralty of:
inols (1921), p. '
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Rangas,"at Katisas’ Stats Collégs’ of Agmculture and App11od"-=
Solence in Manhattan .
ntucky, a,t ‘the University’ of Kentuoky int Lexmg‘ton
it Louisiaha State University in- Baton Rouge

the University of Maine in'‘Orono it
'+ Maryland, ‘at’ the University of Maryland in’ College Park o
1ch1gan, 4 ichigan” State Thix "rs1ty of Agrlculture and
‘Applied Science in’ "East Tiansing’ o -
‘Mississippi, ‘at “Mississippi” Stite” % 1lejre in’ State 0011ege
'Missour1; at'the University'of Mlssourl m Columbla R
TMontana, at Montanha ‘State College in Bozeman e
‘i Nebragks, at'the University of Nebraska in- Lmooln Pt
" New Hampshire, at'the University of New Iampshire i 1n Durham =
< New Jersey, ‘at Ritgers Universityin New Brunswick: "
v New Mexico, ‘6t the ‘New Mexico: College: of Agnculture a,nd'-'
Mechanic Arts in State College; also at the University of New -
Mexico in Albuguerque
New York, at‘Cornéll University in Ithaca: -
... North Ca,rolma, at North Caroling State College of Agriculture
and’ Englneerma ’(of the TIni o'rs1ty of North Carohna) 1n
‘Raleigh A i
orth Dakota, at North Dak frai
U also'at the Unlversﬂ;y of North Dakota in'Grand Forks ° .
" Qhio, at Ohio State University in’ Columbus® “+ ' ’
,Oklahoma. at Oklahoma Agrlc“tural and Mechanlca,l Collegof
i St1llwater — ‘ : :
iOregon; at Oregon State Collé
o Penns]{lvama at Pennsylva. 2 Sta
P o §
-““'Rlode Tsldrd, &t the: Umvermty :E’-Rhode Island 1n ngston
' 'South Carolma, at Clemson Agricultiiral College in' Clemson -
“South Dakota; at South Dakota State College of- Agrloulture and '
Mechanic Arts in Brookings =
«:7: Tenmessee, at: the University of Tennessee in Krioxville. ..
Texas, at the Agrmultuml and Mechamo ‘.Oollege of Texas in
College Station.: : : S
Ttah,-at-Ttah State A.gnoultural Collede n Logan also at the
55 e, mverSIty of Utah in Salt Lake- C1ty S
.1 Viermont,at. the Uniyersity-of Vermont in. BurhnO*ton e
V1rg1n1a, at . Virginia, Polytechnic: Institute. in Blaoksbur
- Washington, at. the State. College ‘of; Washmgton n. Pul man
also at the University of: Washlngton inSeattle: L
West Virginia, at-West. Virginia- Umverslty in Morgantown
W1scons1n, at the University of Wisconsin in; Madison. .
Wyoming, at the Umversmy of Wyommg in Laramie ..

The fields in _which research is’ ‘conditéted inthe State engmeermg
experiment’ Stations cover & Wide range of technolog1¢'a’;1 and Industrial
interest, including aeronautics, ceramies, electric communication, elec-

“tronics, "farm equ dpmont flood control, fuels, heating, gas technology;-
heat transfer, hydraulics, irrigation, matenals of ‘construction, metal-
lurgy, ‘ordnance; power generation- (steam-and internal combustion);-

power transmission, refr1gerat1on, ganitation,’ struotures, transporta— ‘

S A

’1cultural Collo n Fargo ,?
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tion (a1r, ‘highway; rail-and watér), waste disposal’ a,nd utlhzatlon,
g Weather forecasting and work mmphﬁcatmn 5o
“:*On oceaslons two or more:of the stations engage in: cooperatlve Te-
~seareh projects on' problems of regional concern; each concentrating in
- that phase of the work for. which it is best qualified. Through such
“collaboration: the' necessity:for: duplicating expensive’ equlpment is
eliminated, as ig the often insurmountable %11ﬁicu1ty of obtaining the
‘staff required. - Regional cooperation between éngineering experiment
-gtations: also: makes possible :optimum’ ntilization of the: talent and
facilities availablé:in the cdoperating stations:and.thé institutions
~with: which-they are:affiliated: - In:the: solution of engineering prob-
:lems ‘of ‘concern: to:agriculture;-the engineering experiment: statlons
coliaborate with and-assist the.agricultural experiment stations:.
‘Cooperation: ‘between :the: State.engineering experiment; sta.tlons and
“Government agencies, individuals; firms, corperations, and trade ‘asso-
-ciations: in- the conduct of enginering: research: affords -opportunity
‘for the investigation: of: large and important: problems, the solution
o1 which:is of immediate value:to the E‘(overnment ‘to mdustry of the
~State and Nation-and toithe general public. Through such- research,
supported under contract or grant, the stations are able to engage
in projects involying: experiditures-too Iarge for them to provide out
. of their own budgets, to employ and retain competent research per-
j’sonnel ‘and -also. to' maintain ‘relations: of mutual’ a.dva,ntacre to' the-
statlons as: Well as to the sponsors a,nd to the pubhc g

SPOSITION OF RESEAROH Fm'DINGS

Both the agmcultural and the engmeermg experlment statlons on-
duct research of a basic or fundamental nature, as well as investigations
of problems of an.applied or developmental character, Althouorh the
products of their research efforts are usnally of particular concern to
the thousands of farmers and industrial organizations, both: large and

~sially within their resPectlve States, the many important discoveries
‘ 'Whlch have been' made in these. stations have also contributed materially
“to ‘the national welfare, prosperity and security. - Streptomyein is-an
“example of .a'significant discovery of wide pubhc value Whlch Was
K made atan awrlcultura,l experlment station:®
" Because of' ‘their public-servieé functlon, the experlment statmns
“endedvor to give the widest citculation to their research’ findings b
“prompt puhhca,tlon and’ dissemination through regular station bul-
letins, occasional circulars of timely interest, reports and addresses
‘before scientific and technical societies, atticles in ‘professional and
_trade journals, as well as the press, and the advisory and consultative
“services of the stations.  Tnithis way valuable information and data,
“which might not otlierwise be availableto those who are in'a pos:ttmn
“to ‘maka ‘effective 1se of such information and- data, are présénted
promptly and: gerierally for the benefit-of the public and partlcularly
“thie agricultural and: industrial segments of the economy:

- Discoveries: and inventions made in the Tahoratories of the atrrlcuL

tura.l and engmeermg experlment statlons are Very mfrequently

... 5 Pgtter, Contributions. of Land~Gran éollege Engmeemng Experiment Stations. in-
:cludfgzin 2P3roeeedings of the Association: of. Land- Gmnt Colleges and Universmes (1947),
oo, 1’

8PP 1844 tofras e L ey

37887-—51_4
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:patented;and then-only when 1t ig in the public-interest as a protection

against unwise or improper use. - 'When-a patent is .obtained, it is
administered in accordance with the. policies-and procedures of the

‘educational institution with which the station is affiliated, or its'desig-
‘nated vagent, and is ‘ordinarily ‘made -available -on a nonexcluswe,
~royalty:free basis to all qualified licensees-under such conditions and
'contro]s as are-deemed necessary:-to: protect: the public. - s

+At many of -the State agriculturaland engmeermg experlment

“stations full-time members of the research staff and-others, inclading
“university faculty members, research: fellows and ‘student assistants,
-émployed on special projects are required to.sign. ‘patent waiver agree-

- »ments-concernmng: patentable discoveries and inventions as well as:all

other results of ‘their research: efforts-in connection. with. organized

istation activities, ~Where the institution with-which the station is
-affiligted has a formalized research:and: patent. policy, these arrange-
“ments-are consistent with that: policy, especially rwith respect:to: dis-
scoveries and ‘inventions made by an individual on:his:own-time and
<at his own expense®  This practice enables the stations either to pub-

N llsh or to pa.tent thelr research ﬁndmgs as they deem most desn:a,ble

OTHER NON‘PROFIT RESL‘ARGH

% :Nonproﬁt rese&rch is also conducted at 'a'number of 1ndependent1y
incorporated research organizations not affiliated -with universities.*

Although they also encourage fundamental research by their staff

- members when the pressure of other work permits, these organizations

are primarily engaged in the promotion of seientific and technological -

-progress through the conduct of contra.ctual research for mdustry and
'*Government ;

INDEPENDENT RESEAROH CDN'I‘ERS

. The ploneer in- thls ﬁeld is; the Mellon Ir15t1tute of Industrml Re—

- search % originally founded. as the Mellon Instltu’oe in 1913 and sub-
-,sequently incorporated. under: its present-name in 1927 This inde-
pendent nonprofit research center grew:out-of an earlier organization
-brought together by Andrew W. and Richard B. Mellon fo- develop

the industrial research procedure concéived and initiated-by. Robert

Kennedy. Duncan at the, University of Kansas in 1907 and carried

on by theinstitute under itsindustrial fellowship plan as a constituent

“part of: the. UmverSlty of' Plttsburcrh from 1910 ur1t11 its sepa.rate
;:mcorporatmn in 1927, Vi

- The policy of the mstltute Wlth respect to patenta,b]e dlscoverles and

inventions resulting from:its research activities provides that all such
discoveries and. 1nvent1ons, as -well:as all .other results of a sponsored
research project, developed under a research fellowship belong to the
rindustrial sponsor of the-fellowship. . The results of investigations
supported by the: inistitute itself-are dedicated to the pitblic.

Another important independent nonprofit:research organization is

‘the Battelle Memm 1a1 Instrtute,59 estabhshed n. 1925 to carry out the

f‘-ﬂPaImer University Patent Policies and Practices (1952) pp 28—229 and Supplement
_to Unlverslty Patent Policley and Practices (1955), pp. 46-90.

"5 Palmer, Nonprofit ‘Research and Patent Management in the -Uhited States (1956), pp.

‘81-86: A8 " Palmer, :Nonprofit: Resenreh and :Patent Management Organlzation (1955).

and Nouproﬂt Research Institutes (125 3
5 Palmer, Nonprofit Research and Patent Management Organizntlon (1955). pp 81—82

' also Palmer, Nonprofit Research Ingtitutes (1956).

% 1bid., pp. 20-21.
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educational, charitable-and benevolent purposes of the original donor, .
(Gordon Battelle, in‘accordance with the terms of a bequest contained
i his'will, which was later'supplemented by a béquest from his mother:
As stated 1n its articles of mcorporation, the institute was formed
for ‘the purpose of “Education’ * * # encouragement of:creative: re-
search # * ®:and-the making “of discoveries and inventiorns * * * in
. connéction with  * * * the coal, iron, steel; zine gnd+* * * allied in~
dustries”  Thig spécified purpose has een broadly:interpreted by
decision and practice to inc%gude research in all' sciences, arts and tech-
riologies” useful ‘to- American industry. - The institute; which began
operation in 1929, is today the largest independent nonprofit research
organization in 'the Unitéd States and is exceededin size by only a
few industry-owned: veseareh laboratories.. e s T
“In‘its contractual research, the institute usually gives the sponsor
all'rights to any information obtained and to all inventions and dis-
coveries made during the period of the contract' by members of the
institute ‘staff: while ‘working onthe sponsor’s project. - When such
inventions or discoveries are paténtable, the: paténts are assigned out-
right to the sponsor. When, as under most Government researth:con-
tracts, the sponsor ‘of the résearch derives only a'limited royalty-free
licetise under Ppaterits on inventions and discoveries made during the
‘contract, the institte assigns the patents to'the Battelle Development
‘Corp.,® a*nonprofit subsidiary organization formed for the express
purpose of commeteializing inventions: All income from the patents
assigned to the corporation is used for the furtherance of research-at
the mstitute.  Employees of the institute dre réquired to sign ax em-
ployment contract which provides that any patehtable development
they make during the colirse of their employment will be assigned to
theanstitate: 7770 T T T A e e T
 The success of these two independent nonprofit research-organiza~
tions has’led to the establishment of 4 numiber of others, Thost of them
since 1940, siich a5 tlié* Southern Research’ Institute, the Southwest
Fouridation for -Régearch and Eduéation, the Southwest Regearch
Institute, the Midwest Research Institute and the Texds Research
Foundation, as ‘well ‘ag the Armour Reséarchi” Foundation ‘and’ the
Stanford Research ‘Institute which; although  affiliated respectively
with the Tllinois Institiute of Technology ‘and Stanford University,
operate essentially independently of those institutions:: These organi-
zations have been set up primarily with the object of offering ‘¢on-
tractual research services related to specific geographic regions.
“The Southern Research Institute,” which was originally: incorpo-
rated in 1941 as the ‘Alabama Résearch Tnstitute, was established to
[l the need for a technological research facility'in thé southern States
and to aid in the industrial expansion of that area. Tn'its sponsored
research program it is the generally accepted practice of the institute
that any discoveries arising from an investigation become the sponsor’s
exclusive property, and the institute assigns all rights, patents and
titles'to the sponsor. In the case of investigations sponsored by the
institute itself, all patents on. discoveries made by members of its staff
becomie the property of the institute. - TR e s

®Pp. 39, 48, Infra.
€ Footnote 58, supra, pp. 112-113.




22 : PATENTS; ;AND NONPROTIT RESEARCH

CoThe: Southwest IFoundation for -Research-and Tdueation %2 and the
Southwest Research Tnstitute % are two. independent but closely. affili-
ated nonprofit- research 'erganizations. established . during  the 1940’s
by trust indenture. The former was organized in 1941 as the Foun-
dation for Applied Research for the purpose’of conducting research
on medical;-agricultural and public health: problems on- a basic or
fundamental levels the Iatter was estabished in:1947 to maintain and
operate regearch facilities for industry,the Government and the public
generglly. onva nonprofit basis. . . o 0 el
- :Neither organization hds a formalized patent policy: both follow
the generally aceepted practice that patents arising from sponsored
research- are-assigned to the sponsor in-accordance with the terms. of
the  research contract. Also, -independent .inventors submitting
patentable as well as patented devices, methods and processes .are
assisted in forther development of their inventions through the ef-
forts of the staff of the Southwest Research Institute.” In some cases,
stich patents, ‘methods  and. processes are managed hy one of itg
divisions, the .Institute of: Inventive . Regearch, on: behalf of the
submittingindividuale.. e o e w0 s e e

- The Midwest Research Institute % was.established in 1944 to benefit
industry, agriculture and the public welfare through the advancement
of sciende in its region of the country, The institute hasno formalized
patent :policy but. in its contractual research. program follows the
generally accepted . practice, in:the case.of industrially sponsored
research contracts, that all patent rights belong to.the sponsor of the
project.. - Patents on’ discoveries and inventions..which develop from
regional. research or from. research-sponsored:by any other funds
available to-the institute belong: to the institute. All members of
the stafl execute a patent waiver agreement at the beginning of their
emPlOYMeNt.. . oo S Ll ey e
. In 1947 the Texas Research Foundation,”™ which is the outgrowth
of .the Institute of Technology and.Plant Industry established at
Southern Methodist University. in 1944, was-incorporated as an inde-
pendent ‘nonprofit research organization for the purpose of halting
the reduction in the-productive capacity of the soils in that area ad
of rebuilding the land. . The foundation does not have a formalized
research or patent policy, but its contracts with sponsors of research
generally provide.that any and all patentable discoveries and inven-
tions, as well as applications for patent and patents thereon, rélating.
to the subject matter of a sponsored research project which may be
made by stafl members employed by the foundation on such a project
shall become the property of the sponsor, subject to the terms and
conditions of. the contract.. . .- .. .. ..o
i:'The foundation also agrees to require every staff member who par-
ticipates in contractual research projects to deliver to the foundation
an agreement for the assignment of inventions. - The agreement states,
in part, that any and all discoveries, .improvements or inventions
which they solely or jointly with others may conceive or make during
the period of their employment by the. foundation pertaining to, or
resulting from, any work they may do in connection with their em-

@ Thid., pp. 113-114,
& Thid., pp. 114115,
o Thid., pb, 82-84,

®Ibid., pp. 120-121.
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‘ployment by-the foundation, ot any of the matters which-during the
period: of their employment ‘are the:subject: of .experimentation. or
Investigation by the foundation, 'or any methods,; machines or tools
‘uged;tor capable of:being nged, by the foundation it connection with
. ‘guch experimentation or investigation, shall become the property of

atheifoundation: i co sy can Sl T dloee s
v Although technically affiliated. with. the Illinois. Institute-of Tech-
nology, the : Armour’ Research Foundation$® wasiestablished in 1936
to operate essentially as an independent nonprofit.résearch organiza-

tion providing research and experimental engineering services to
industry and government: - The foundation is financed by sponsored
-research contracts and income from patents. All employees of the
foundation dre required to'sign contractsin which they agreeto assign
'to the foundation any patents arising from their work.: In dccordance
Cwith-the specific contract mads with 4 régsesrch sporisor; all-patentable
‘inventions developedby a staff member while working on a spongored
research project become the property of the sponser,  Patents which
‘the foundationholds in its own hame are managed by -the fonndation.
- Similarly,; -the ‘Stanford Resedrch Institute" ‘established in 1946,
-operates essentially as an indepéndent nonprofit research erganization
“to'dssist in the developrient of the resotirces of the Western States and
‘to provide industry and govérnméﬁ,t-wit-h ‘confidenitial research ‘serv-
‘ices, primarily of an applied of developmental nature. - Although ‘the
‘Institute has 1tg ovwn' 'S'ta}f)f andlaboratoéry facilities, it operates in close

cooperation with Stanford University and ‘occasionally utilizes:the
‘persorinel and facilities of the university. “With respect to sponsored
‘research, the institute éntérs into an‘agresment with the sponsor pro-
“viding' for theagsigniment to the spongor of any and all rights the insti-
tite may have or obtain in discoveries and inventions relating to or

arising out'of work on the project’ covered by the contract. The con-
‘tract of employment made with edch employee of the institute provides
for assignment to the institute of all inventions made by him-during

the period of his employment: <= <17 T s R S
- In addition, the Franklin Institute,® which was founded in 1824 as
‘a memnotial to Benjamin Franklin to continue work which throughout
his long life Franklin regarded as his best, the' discovery of physical
and natural laws'and their application to the well-being and comfort
of mainkind, has since 1925 operated as an independent nonprofit re-
‘search institute, both through its ¢wn research adtivities and by offer-
Jing its‘gervices: toindustry and’ govertiment, ' Tt is the policy of ‘the
‘institute to share with its employees any returns from the exploitation
‘of patents, assigned to or owned by the institute, on diseoveries or im-
‘provements ‘madé by employees in-the course and in consequénce 6f
their employment by the institute-in its research activities. -:Such pat-
‘ents are administered by Research Corp., as patent managerent agent
“for the institute. - Patents relating to ‘and arising ‘out of work on
sponsored research projects are usually, by contractual agreément with
‘the sponsor; ‘assignable to the sponsor and d¢ not ¢ome under the
‘pitent policy of the instittte. - Sl e e
- The Haskins Laboratories ® is atiother ‘indepehdent nonprofit: re-
8 Thid., pp. 15--16.
o Tnid., pp. 116-118.
® Thid,, Dp. 46-47,
@ Ibid., Dp. 53-5d.
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‘search orgamzatmn incorporated in 1937 to conduct basic research and -
training ‘in certain pioneer areas involving several scientific. disei-
plines:: Originally organized in 1935:in affiliation with Union College,
1t: has O%era,ted mdependently -since 1939. -As the research program
‘of the laborateries is concerned primdrily with conceptual rather than
operational goals, with particular emphasis on investigations in pure
-rather than applied science, research resultg.are ordinarily imade freely
‘available to the public, except W1th respect to clasmﬁed pro;ects con-
-ducted for the Government : s :

SPEGIALIZDD RESEA.RGH INSTITUTES :
. Several mdep endent nonproﬁt research orgamzatmns are concerned
pmmarﬂy with the interests of specialized: industries. Included in
‘this groupare the Lithographic Technical Foundation, the Institute
of Paper hemistry, the Tnstitute of Gas Technolocry and the Instltute
=of Textile-Technology. .-

‘The Lithographic 'I‘echmcal I‘oundatlon ™ wag esta.bhshed in 1924
to conduet and promote. sclentific research, education, and employee
training activities for the advancement.of the lithographic industry.
‘The foundation has no direct affiliation with. any other educational or
research organization, - although in the past it maintained a research

Jaboratory:at the University of Cincinnati, from 1925 to 1944. In 1945
‘the foundation entered into-a.- cooperative research agresment with the
-Armour Research Foundation whereby its research laboratories were
iestablished near the campus of the Illinois Institute of Technology and
for the past 7 years the Lithographic Technical Foundation has car-
ried out itsiresearch with its own staff at that location. The founda-
tion hasme formal research or patent policy but, as a general practloe,
‘patents on research developments. are not; explmted as & source of ro
alty-income but are held for the protection of the industry as & whole.
Research results are usually published and, when patente are 11censed
nonexclusively to members of the 1ndustry .

..~ The Institute of Paper: Chemistry ™ was established in 1929 a8 an
-mdependent nonprofit, corporation in affiliation. with Lawrence. Col-
lege, to malke available graduate. training and research- facﬂltles, pri-
_-mmrlly in fields of 1nterest to the pulp.and paper industry, a$ a con-
structive, collective program.on.the part of that industry to provide for
itself What its leadershlp beheves would best protect the future of the
industry.: The institute carries on. three types of research, all intended
to be of service to the industry: academic research of a fundamental
nature by students in connection with their. doctoral dissertations;
‘institute research of a fundamental or applied nature on specific prob-
lems by stafl members and supported by institute funds, the resulits.of
which are published; and.cooperative research-of a fundamental or
applied. nature by staff members, conﬁdentmlly conducted on.a con-
tractual basis for individual companies or groups of companies.

- The objectives of the Institute of Gas ‘Technology,” which was esta,b—
hshed in 1941 as an independent educational and: research institution
in gffiliation with the Illinois Institute of Technology, are to prosecute
‘fundamental and applied research, to train personnel for the gas mdus- ,

50 Thid,, pp 73-T5.
7 Thid., pp. 59-60.
72 Ihid., pp 58-59,
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try, to-collect and disseminate scientific and technical information and-
toistimulate and correlate research within the gas:industry. . The in-
stitute'is empowered: to conduct basic and:applied research, spensored -
researchy andrgraduate studies'leading to the degrees of master.of gas:
technology-and doctor-of plillosophy.+ Since’the research facilitied of:.
the-nstitute-have "been:'dléireloj‘ged ‘through the financial® support: of-
members ‘of the gis industry, including:appliance manufacturers: as
well 'ag matural -and manufactured gas:companies, and the staff g
sustained by the mentbership ‘dues:and contributions, the:patent policy:
of the institute provides that anyrbenefits accruing from the.result of :
ity research activities be made aviilable to the gas industry without
furtherscosh, o e v w0 e ey e s
‘Researchprojects are accepted by the institute if they are of poten-’
tial value-to the industry. - Where a project is of: recognized-impor- -
tance-dand s support is obtained from member companies or froma
gas association, any patents which result from its prosecution aremade
available on a nonexclusive, royalty-free basis to-all:members of:thé-
gas industry. However, the institute reserves the right to license such
patents outsicde the:industry on a royalty ‘basis dor dts' own benefit.
Where the project is not of recognized importance and an individual
sponsor ‘wishes to accept the development of the project, the sponsor
receives Tull patent rights exclusive of shoprights’ for the institute,
‘The Institute of Textile' Technology ™ was organized in’1944 to-
provide laboratories, facilities, and persennel to study problends aris-
ng in'the textile industry and to deveélop new provisions and improve-
nients in the business operations of ‘institute members which would
require the services of specialists trained in sciehce, commerce, and”
industry, - The institute conducts a graduate school to provide forits
students courses of study in subjects pertaining to problems arising -
in the business of the members and to make it possible for the members
to- secure employees from among the students. The institute also
enters into'individual, mutually acceptable research contracts with its’
members in the textile industry, with allied industries, and with

- Government agencies.

“The institute has no’ formalized research or patent policy, but mem-
bers of its research. stafl are required to assign to the imstitute all”
inventions, discoveries, and patents thereon resulting from their em-
ployment’ by the ingtitute. The institute carries on five types of
research : fundamental research as a background for applied research
investigations; academic regearch conducted by stiidents in conmnection -
with their master’s theses or doctor’s dissertations; industrial research |
on specific problems presented and sponsored by a textile'mill or by a
group of mills, the results'of which are reported solely to the sponsors;
industrial research on general problems financed from institute funds
and reported to all members of the institute; and industrial research
performed for an allied industry ot a Government agency uhder
contrach. - el A G AR ST So Se s

Specialized ponprofit research organizations in the medical field,”
~such ag the Rockefeller Institute for Médical Research, the Institute

7 Ibid., pp. 61-63.
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for Cancer Reésearch, the Palo Alto:Medical-Research: Foundation, -
the Roswell Park Memorial Institute; the Roscoe B. Jackson Memorial
Laboratory, and the Sloan-Kettering Institute for Cancer Research, -
are-concerned: primarily with investigatiofi-of: the nature and ‘causes
of disease and of methods for its prevention.and treatment. - As a
general practice they inake the results of their research activities freely:
available through prompt- dissemination to those who may make use.
of them-in the alleviation of sufferiig-and. the protection of the public-
health. :Nevertheless, instances  frequently ‘arise when, in: order to.
insure:purity of prodict and to prétect the public aganst exploita- -
tion, it'is deemed desirable to paterit-discoveries and inventions made:
by members of their staffs, as in the case of tryparsamide,-a drg-
developed at-the Rockefeller Institute for Medical Research.’ . When
‘this is:done, these organizations usually license the patented discov-:
- eries and inventions on-a royalty-free ‘basis under conditions designed

to maintain.the-quality -of the product and to regulate its:marketing.

at;aireasonable price. .-

. UNIVERSITY-AFFILIATED RESEARCH. ORGANIZATIONS:  n -,

- A number of gpecial research institutes, foundations, corporations,
departments, and divisions established as units of or affiliated with
educational institutions handle for the respective institutions the
administration and/or conduct of sponsored resedrch, under contract
or grant,.and in some instances the coordination of all research activi--
ties at the institutions, as well as the management of patentable results
of such research. These organizations are located in all parts of the’
country and at all types of institutions, both large and small, public
and private, at endowed universities, land-grant colleges, State uni-
vérsities, small colleges, medical schools, and technological institutes.™

.Many are independent nonprofit research organizations, séparately
incorporated but closely affiliated with the educational mstitutions
and often utilizing the regular personnel and facilities of the institu-
tions, Others are integral parts of the administrative and organic.
structure of the institutions concerned and operate as special depart-
ments or-divisions.  Some of them majntain their owh research lab-
oratories and émploy separate research personnel distinet from the
regular teaching staifs of the institutions with which they are affiliated.
Combinations of full-time services of their own special reséarch work-
ers and part-time research and supervisory services of the regiilar
teaching faculty of the educational nstitutions are found at a number
of theése organizations. . . . . T U

“At the following institutions research sponsored by (Government
and/or industry, or supportéd by gift or grant, is conducted either by
the full-timie research personnel cf the independently incorporated
research ‘institites and foundations indicated or by members of the '
regular Institutional teaching and research staff under special con- .

1 Palmer,, University ‘I“aféut.:f"d}'i_q‘}\? (1934), pp. 33-34.

M Footnote 57, supra; Bp. 87—89. T oo w0 it St b
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-tra%tuaﬁl arrangements entered mto w1th the orgamzatlons mdleated
or bet. g : :

Agrrcultural aud Mechanlcal Oollege of 'I‘exas A & M Research Poundatlen
‘Texas: ' :
Alabima;: Polytechnic Instltute__ i

; Auburn ReSearch Foundatron w-: -

Angusténa College. ... i .Augustana Research Foundatlon
iCh1cago Medical School_________T;______ Chieago -Medical - Schcol Research
. ) - Foundation - ‘

Gollege of Medrcal Evangellsts__.____;__ Alumni - Research ‘Foundation : ‘of “the

‘College’ of. Medical Evangelists'
-Golorado Agneultural and Meehamcal :Colorado A & M Foundatmn
. College 5 e, s )
',Golorado B 001 0

e8 Golcrado ‘Hehool of Mmes Researeh
S ool ipoundation - .
Georgra Inst1tute of Technology_,..‘;__'.... .Georgia Tech Research Instltute
Halmemann Medical College—.._ - Hahnemann Research Foundation -
Institutum Divi, Thomae______ Ingtitutum Divi Thomae Foundation
Lowell Technologmal Instltute i Lowell Technologxcal Instrtute Re-
séarch ‘Foundation

Medical Gellege of Vlrgima___..___;_-'_.__ Medrcal College of Vn-gmra Founda-

: stiom -

‘Montana State Oollerze - i Research F‘oundatlon at’ Mentana

] i o, State College’ -

North Garohna State Gollege_;;_:._;.;._;,;~North Carolina State Gollege Foupda-

: : Cocodlen L

-North Dakota Agrieultural Oollege_;__.'_; North Dakota Research I‘oundatlon

Ohio State Umversr.ty_________s _______ Ohio  State - Unrvere1ty Research

' Foundation _

fOklahoma Agncultural and Mechanical ‘Regesirch | Foundation - of * Oklahoma,
Gollege S ~Agricultural and. Mechamcal Col-

T cee o lege s ol .
Purdue Umversuty eSS ~ Purdue Research I‘oundatmn o

Rutgers Research and Bndowment
Toundation

Southern 1111n01s Umvers1ty Founda»
tion:.

‘Rutgers Universrty

. 'Southern I]_lm01s Umversrty

-State Unlvers.lty of New York __________ : :Research Fouudation of State Um-
: - versity of New York .

) '-Stevens Thstitute’ of Technology__-__'_.;.;’_’ Stevens Research Foundation = .
"Temple Umversmy.,__......_____________;__ ‘Research Instltute of Temple Uuwer-
o o o e elty
Tuskegee Instltute - ; George Washmgton Garver Founda—

. tion. - 0 o e e

’ 'UnwerS1ty of Gme1nnat1,__,__,,af¢,-_7_'Umvermty of Cincinnati Research.
: - e Foundation:

.Unwermty of Connectlcut___s __________ University. of . Gonnectlcut Research
: S o Foundation™

. Unrversﬂ;y of Delaware _______ oo Haskell Research Feundatwn
~University; of Georgla..__ _______________ University of Georgia Foundation
University of Illinois . “University ‘of Illinois Foundation

. Umverslty of Kansas---___'_____ ________ Unwersuty of. Kansas Research I‘oun-

N © 7 ‘dation
'-,Umversmy of Kentucky____;. ___________ Kentucky Research Foundatmn

Umversrty ‘of Louisville. - University of Teuisville Tnstitate ‘of

Industrial Begearch

Umversﬁ,y of Mar_vTand i -l Marylang “Stateé Instrtute for Indus-
oo 77 trial Researceh” )
Umversrty of North Dakota ______.__ L. Noith Dikoty Research Foundation
Umversity of, Oklahoma-______.._'____;___'__ Uuweriswy ‘of Oklahoms Research In-
“T 0 gtitute
Un1vers1ty of ToIedo : i - Resgearch Foundatien ‘of the, Umvermty
’ oo 7 of Toledo”

Wayne'Unwersity. P N~ ‘Wayne Engmeermg Research Institute

87T887—6T— 6
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AN but. one:of these separately indorporated research institutes: a,nd
iounda,tlons have been in existence for more than 5 years, many of
them for a considerably longer time. .The oldest is.the Purdue Re-
search Foundation, which was created in 1930 as an ‘outgrowth of an
earller all-University Department of Research Relations: established
in 1928.° More than half of these organizations-eame into being:be-
tween 1942 and 1946, Targely m connection with ‘the’ handlmg ‘of

.Government; research ontracts; i .

Also; the Agricultural- Engmeermg Research I‘oundetlon and the -
Agricultural ‘Research Foundatior ‘handle ¢ontractual - research: ar-
rangements in their respective fields for Oregon State College,
the%nwermty of Louisville Institute for Medical Research =

Oklahoma Medical Résearch Foundation for the Universities of Louis-
ville and” OKlahoing; respéctively, and the North Carolina:Pharmi
¢eutical Research Foundamon for the College"of Pharmacy:
Enlvermty of North Carol a in the medloal and phalmaoeu oa,l
- fieldsl sl faniels :

" Many of the unlversmy—aﬂ“ﬂmted foundatlons, espema,lly those a so-
‘clated with Stute universities and land-grant colleges, have beéen ‘cre-
-ated with broad powers which enable them to engage in a wide range
of activities, of which the administration of contractual research con-
diicted 4t or through'the affiliated institutions is only-one, ' A-number
“are” empowered to, and do, promote the interests ‘'of the-institutiohs
svith: which they are affiliated through a variety of.seryices, including .
the management.of patents and the development of new sources “of
revenite, not only in support-and promotion of research but eiso for
.the endownient and current expenses-of the institutiong * /" 777

Similarly, a  number.of other honprofit ofganizations afﬁhated ith

educational institutions, usually: outgrowths of alumni activity or-in-
stitutional fund-raising, solicit. and administer gifts and grants for
research, as well as contracts, from Governmént, industry,; and indi-
vidualsin oon]unctlon “with. tilelr generdl fund-ralsmg efferts for the
“institutions. ‘In:some:instances the research is. condncted: under the
auspices of these organizations by members of the faeulty end staﬂ of
the afﬁhated mstltutlons '

UNINGORPORATED INSTITOTIONATL UNITS R

U AL the followmg institutions sponsored yésearch is conducted and/or
administered undeér contractual arrangements made by the unmco:qpo-
rated ingtitutional units indicated; some of which mairtain full-tirie

_personnel for the conduct of research; but most of which utilize the
part-time services of the reguler teachlng staffs of the 1nst1tut10n v
- Alfred. ;'.'_Un'ifre]r's'i'ty_f e Umvers1ty ‘Réser ;
- : ~tiom- <
Institaute for Cooperative Research .

=~ Tiehigh Institute of Research™
Ma1shall Research Instltube

Meharry Medwal couege ‘
Industmal Research Instltube
"New Mexice Tustitute of ~Resexrch and Development Divigion -

Technology

- % Pootnote 58, supra; pp. 12146,
7 Footnote 57 supra, pp. 89-41.
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ing atthe university.: The institute does niot have. a separate research.
staff or facilities of its own; biit utilizes the laboratories and physical
facilities of the department of engineering. T
Special purpose grants.and.contracts for research in the department.
of biochemistry in the St. Louis University School of Medicine, as well
as in other departients of the school, are administered by: the bio-
chemistry’ commiittes on grants for research of that institution, “The
Pharmaceutical Foundation.of the College of Pharmacy at the TUni-
versity of Texas; which is sn:unincorporated unit of the college, aids
in‘fostering and promoting the growth and progress of pharmaceutical
- education, research, and graduate study inthe college. .. .. . . .
Contractual reséarch ‘Telations in their specialized fields are also
handled: at-the University of ‘Washington by its: applied physics
laboratory, at the University of Illinois by an institute of aviation,
at the University of Alaska by:a geophysical institute, and at the
University of Arizona by an institute of atmospheric physies. .
" Where' the educational institution has Talf"fb'rmalizeg reséarch and
patént policy, the provisions of that policy are applicable to research
conducted by or under the auspices of ‘a séparately incorporated affili-
ated ‘organization or a special institutional research unit.. Tn the case
of “externally sponsored’ contractual ‘research, the -disposition of
patentable discovéries and inventions is siibject to ‘the terms of each
individual resedrch contract:’ Similarly, in ‘the’case of ‘a résearch
- grant; the conditions, if any, of the grant govern the handling ‘'of the

“ At those institutions where a’substantial volume of résearch siip-
ported- by industry and’ government- is ‘conducted, the contractual
arrangements and administrative details are usually centralized and
the research coordinated through a single office. - Harvard University
has an office for research contracts, Wayne University has a division
of conitract sérvices, and the University of Pennsylvania has an office
of project research and grants, each of which iz headed by a’'director
who handles both ‘Government- and industry-sponsored. regearch con-
tracts, as does the chairman of the industrial contracts divigion at Cali-
fornia Thstitute of Technology. The University of Fexas has anoffice
of Governhment-sponsored research” headed: by ‘a director, the Uni-
versity ‘of Chicigo has an’ adviseér ‘'on special projécts, and' Wesleyan
University has an administrator of Govérnment research, -~ 7"
' Specially désignated coordinators of reséarch activities are to be
found at 'Case Institute of Technology, at Cornell University, at the
Tllinois Institute of Technology, at the Milwaukee School of Engineer-
ing, at'the University of Akron, at the University of New Hamipshire,
at the University of Rochester, at- Tufts University, and at- the
College of the Pacific. " 'The University: of Ttah-hasa coordinater of
cooperative research and George Washington University has‘a: ¢o-
ordinator of scientific ‘activities. ' Both the University of Delaware
and the Polytechnic Institute of Brocklyn have administrators of
research, Fordhary University his a director of research services;
Rensselaer Polytechnic Trstitute hag a director of research activitieg,
and ‘the Institutum Divi Thomae has a dean of research: All of these

~ perform much the same function.™ -
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NGNPROFIT PATDNT MANAGEMI}NT

Most 'umvers1t1es and other nonproﬁt research organlzatmns en:.
deavor to avoid becoming involved in the intricate technical and com-
mercial aspects of patent ma,nagement mainly because they do not -
_ have the personnel with the requisite specialized knowledge and ex-

erience.. They recognize that patent management is a complicated

usiness, that, 1t .is expenswe, and that it demands a hlgh degree of
logal competence, administrative. astuteness, and promotional zeal=<
" a combination of telent not always readily aveﬂab e in an eduoatlonal
institution or a nonproﬁt research organization..

.The patent search is s specialized technical service. The pre Yara-
_ tion and ‘processing of patent spphcatlons are exectlng work for
trained - patent: attorneys The administration of the patent rights
requires careful attention to many intricate details and constant: watch
for infringement and interference.  The exploitation and disposal of
patonts, through sale and licensing agréements, call for both sales:
manship and 1e0'a1 counsel of a hlgh order, as well ag exporlence with
the varied commorolal aspects of patent’ manarrement

Except with respect to externally Sponsored contraotual researoh,
the results of which are handled in accordance with: the terms of the
research contracts, it is generally both the policy and the Practloe of.
educational 1nst1tut1ons and other nonprofit research organizations to
make their research findings, especially those of a basic or fundamental
character, available freely and widely thr ough publications and other
media of dlssemmatlon Thig is particularly true when the research
results are of a medical, pharmaceutical, therapeutic, or hygienic
nature and affect public or individual health or, ag in the case of agri-
cultural and engineering experiment .station research, they mlght
behefit the creneral welfare or improve the national economy.

Some scientists in university eircles take the attitude that the publi-
cation of the results of scienfific research and their dedication to the
pubhc are sufficient.. However, as Karl T. Compton said in one of
his annual reports while pre31dent of Massaohusetts Institute’ of
Technology ‘ oy

Respons1b111ty does not always end w1th tho mere pubhcs,—
“tion of a patentable scientific: discovery :or-invention;-the *
puhho benefits ‘derivable from the patent laws and contem:
plated by the framers of those laws should not. be lost through =
.o failure to sohclt patent protectmn RN :

DlS(:OVerles or mventmns ‘Possessing conunerolal potentmhtles that
are merely published and are this made available to everybody equally
are seldom adopted.” Ag Elihy, 'I‘homson 80 ‘aptly put it ; '

Publish an invention. freely, and it will almoss. surely d1e__ g

. from lack of interest in its develo%ment It will not be devel-. -
..oped, and the world will not be benefited.” Patent, it and, if -

E valuable 1t Wﬂl be’ taken up: and developed into a busmess 80

: UNIVERSITY ADMINISTRATIVE PROODDURES

When pa,tent proteotmn is: neoessary, it mataral for educa,tlona,l
1nst1tut10ns, a8 well as other nonprofit research organlzatlons, to make
7235 Technology Review (December 1932),-p. 101 .

¢80 Wlthu “Thomson,” address before gmduatmg class, Massachusetts Insﬁtute of Teclis
nology, T0 Hlectrical World (1520), p. 1504,
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every effort to awmd becommg dlrectly involved.ifi the intricate legal
‘and commercial aspects of patent management. Some endeavor to
accompllsh this by adoptlng 2 laissez-faire or hands:off policy” and
fefusing’ to ‘handle patents.  Others have established, or have’ én
couraged the organization of, separately incorporated patent manage-
ment foundations and, for 1ega1 or fiscal reasons, utilize their facilities
and personnel, Still’ others have entered’ into” patent development
agreements with Research Corp., an independent nonprofit patent
management foundation, to handle patentable discoveries and mven-
tions in their behalf, with full protection’of their 1nterests a,s well’ as

the interests of both the itiventors and the public. -

‘Nevertheless, a~ few educational “institutions attempt to handle

-‘pajtents as a part of the routine duties of already established adininis:
trative inits, such as the comptrollers or business office, or’ ‘through
specm,lly deSIgna,ted committees respODSIbIe directly to the adminis-
tration or the trustees of the institution. - A number have faculty or
joint faculty-administration committees on patents, which exist pri-
~ marily for the purpose of insuring that’ the’ pertinent institutional
re tlations are observed. ” Often ‘these commiftees also ‘serve in. an
visory capacity, with responsibility for reoommendmg action ‘on
matters that range from the desurablhty of ta,klng outa pa.tent to the

determlnatmn of équities. .. - :

Even at those institutions which Teave to'the’ 1nd1v1dua1 mventors
the handling of any patentable discoveries or inventions ‘which may
result from their research activities, a faculty or staff member who-
believes that he has made a discovery or, invention' which may ‘have
pa,tentable possibilities is usually required to bring the matter’ to'the
‘attention of the administration, either directly or through an appro-
priate committee. - Deterriination is then made by the administration
or by the committee whether the institution has any equit: in the dIS—
covery or mventlon and what proéedure should be followad.

.This procedure ig frequently specified in the forma,hzed resea,rch '
and ‘patent policy of the institution, usually with provision foi the
establishment of a standing patent committtes or board to deal with
" gl such matters. - Such a committee or board may also advise and aid
faculty membersand research workers onquestions'of pa,tenta,blhty, on
the prosecution of patent applications and, occasionally, on the com-
aercialization of the:patents When 1ssued and on the general busmess
«aspects of patent, ma,nagement SRR

;.In this way the institution’ also seeks to guard agamst the exproprl—
atmn and:exploitation, by personal and private interests, of the results
-of scientific and technological research performed in the laboratories
.of the institution, the cost. of which may have been paid with ingbita-
tional funds or from funds pr0v1ded by out51de sponsors of the re-
-search and administered By, the institution. "

The’ dlSpOSltmn of the patent yights “and their protectlon present
many and varied perplexing’ busmess probleins.. " Unless the ‘patents
are obtainsd for dedication to the public of merely to prevent out51de
Inteérests from expmprmtm _and patenting the discoveries or inven-
tions in their own namés and for their own profit, to the poss1b1e detri-
ment and. comphcatmn of further research n the ﬁeld “the ;
saflablea,ssets v dhvrpomer Wiy v i

‘.8 Palmer, . Nonproﬁt Regearch- and Patent Management m the "U’n'ite'
DD 43-58, and Nonproﬂt Pafent Managerment (19 S )
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BRI In many 1nstances the educational institution has a sabstantial in-

_ ‘Vestment 1n thediscoveries or inventions and: in-the patents-obtained
 thereon, and promotional effort is necessary to sell.or license the pat-

‘aiits: Placmg ‘the inventions'or the finished productsbased upon:the
inventions‘in comimeréial production; introducing theimi to-the publi¢
wnd: gaining ‘their -acceptance-and use Tequire - addltlonal 1nvestment
N THONEY - and services on the' art‘ f t e 11c' nsees:

: UNIVDR&ITY~AFI‘ILIATIJD I‘OUNDATIONB

_#: Fregiently ;'these functions are. parformed in hehalf. of an. educa-
" tional institution by a separately 1ncorgora,ted nonprofit patent, man-
agerment foundation affiliated with the institution.® Such an organ-
ization is expected to protect the interests both of the instifution and
_ of the inventors,ithe sponsors and the general public when handlmg
‘the exploitation of patentabls dlSCOVeI'IBS a,nd mventlons assl :
--them fof managément.. . C

The establishment of a- nonproﬁt foundatlon, cor] ora.tlon, or insti-
tute, 1ndependent of but closely affiliated with an educational institu-
tion, for the management of the~patenitable results”of -university
Tresearch is a comparatively recent development in American’higher
‘education. A few of them have been in existence more than 20 yea,rs,
but the majority.have .come into being since 1942.

The oldest is the Wisconsin A.lumnl Research Foundat10n,33 W‘moh
was established in 1925 fo serve as patent-management agent for the
University of Wisconsin and its faculty ‘and staff. Tt was not’ only
the pioneer among:such university-affiliated nonprofit .organizations
but has'also been” financially: the most successful. - The Purdue Re-
search Fotndation,® which has served as a modél “for'a ‘number-of-
‘the more recently established university research and’ patent-manage-
ment founda,tlons, partlcularly a.t St‘tte 1nst1tut10ns was created in
1980; : o
; The Cornell Resea.rch Founda,tlon 8 wag esta.bhshed in 1932 whﬂe
thé' "University of Florida Fndowment Corp.® and the University
of Tennessee Research Corp.** were organized in:1934, primarily.for
the purpose’ of holding title to'and administering patents in behalf
of their respective mstltutlons cmd a,Iso by voluntary a331gnment for
‘inventors among the facult;

Although they are locateg in a,ll parts.of the country and col]aborato
with all types-of institutions, a considerable nuniber.of these nonproﬁt
' atent-management organizations dre to be found in affilistion with
State universities and land-grant colleges. In many. instances they
were created to relieve the admmlstl ative staffs of the institutions of
“the complicated and time-consuming technical and commercial aspeets
of patent management and to perform functions which the institutions
‘prefer; for legal or fiscal reasons; niot to undertake themselves' or for
which they do not: have adequate technically quallﬁed personnel <

WPalmer, Nonproﬁt Regearch qnd: Patent Management: i the United gtates (1956),
pp. 45-48; also Palmer, Noiprofit Research and Patent Management Organizatton 05 )
and Nonproﬂt Patent Management-(1956).
83 Palmer, Nonprofit Research drd Patent Management Organiza.tion (1955) pp 14 150
& Thid., pp. 97-98. . i
8 Thid., pp. 84386,
20 Tbid., pp. 123-124.
s Ipid., pp, 137138,
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Many of these aﬂihated patent-manhagernent organizations also -rep-
resent the institutions in-contractual relations with research sponsors,
hile several of them are also cencerned with the development of new

“:sources: of financialisupport for the institutions..: A number of them

-haveentéred into patent-management agresments with Research Corp.,
“gither diréctly or through the 1nst1tut1ons with which they are affilia-

- ted, whereby that nonprofit: orgamzetmn acts as patent- management
agent for them as well as the institutions.

.+ Af present more than:50 of these.separately. incorporated organiza-
‘tlons are performing, or are authorized to perform, patent-manage-

~ment*functions for: the 1nst1tut1ons Wlth Whlch they are e:ﬁ‘ihated as

ndicated- below {8+ : ' :
Turni - Division’ of the South Dal:ota South Dakota State Gollege RN
Btate College Troundation.” - ° :
mni: Research Foundation:of: the Col-. Gollege of Mecheal Evangehste
ge of Medical Evangelists... ...

uburn TResearch Foundation__

Atigustana Research Foundation....

'Cahforma Instltute

itiom v £
'Ghmago Medlcal Sehool Research ll'oun-‘ Chlcago Mechcal School

".'- Alﬂbﬂma Polytechmc Instltute ’
—-nu- Augustana College” o L
_Research Founda- Cahforma Instltute ef Technology

'ado A & M Research Foundatmn___ Golorado Ag‘rlcultural and Mechamcal

“College -
olorado School of Mmes Research Fou.n- Colorado School of Mlnes
siedation; ;i ‘
s Cornell Research Foundation_.____,_m._ OOrnell Umvers1ty .

“Foundation for Research at the Umver- Umvers1ty of Washington L

* 'gity of Washington. © - :

E—Gveorge Washington ‘Catver Foundation.. Tuskegee Institute L o
Georgla Teéh Reésearch: Inst1tutel.-.'_-__.__. Georgia Institute of T‘echnology
‘Hahnémann Research Foundation.___-_ IHahnemann Medical College

_Haskell Research -Foundation . _____ -~ University of Deliware

‘Indlana Umversﬂ:y Foundation.’ Indiana University

ITagtitutaim Divi Thomae ‘Foundation._ . Thstitutum Divi Thomiae

Iowa State College Research Foundation_ Iowa State College of Agrlculture and
: e tit ... Mechanie Arts - -

,Kansas State Gollege Research Founda- Kansas State College . of’ Agrreuiture
-and Applied Science ;
entucky Reseatch Foundatmn_;f_"__:_ University of Kentucky - - o
owell Technological- Instltute Researeh Lowell Technologmal Inshtute i

= Foundation.. ... ...
Maryland State Instltute for Industnal Umversﬂ:y of Maryland

Research. SR
'.Medical College of Vlrgmia Foundatren_ Medmal Gollege of V1rg1nm S
"Noned Corpzoi .- University of Rochester :

_-North Garolma State College Founda- North:Carolina State College of Agrl
. .. cultnré-and Engineering
North Dakota Research I‘oundatlon_~__ Umvers1ty of North Dakota and North
. : T DakotaAgricultural Gollege T
; Ol%m Stete Unwerslty Research Founda— Ohm dtate Umvermty
.2+ L1070 s
_ennsylvama Research Oorp . _ Pennsylvama State Universuty
'Purdue Research Foundation . ______ Purdue University . .
Research Toundation at ihe Montana ‘Montdna State College
- Btate College.
egarch -Foundation::of ;. the . Oklahoma - Oklahoma Agrrcultural and Meeham—
: ‘griciltural and Mechanical Qollege; .- cal College - .« « .
MResearch Foundation of State Unwersﬂ:y State Unwers1ty of New York
of N oW York

;',:.BS.F,ootnote 82, supra.'
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Research Foundatmn of the! Umvers1ty University‘ of Tolede"--
.of Toledo .
'Research Instltute of Temple Umversity.. iTemple Un1vers11:y
Rutgers Research and Endowment Foun- ’ Rutgers Un1vers1ty
datlon. W ‘ ;
School of Mmes Research and Develop- .South Dakote. School of Mines and !
“ment: Association, .. . .. .. Technology:, o
Southern Illinois Umversity Founda n. Southern 1111n01s 'Un1ve1 snEy
Stanford. Regearch Institute__ Stanford Umversuty
Stévens Résearch Foundation il i Steveiis Institute of Technology
TexasA&M Research I‘oundetlon__ - Agricultural ‘and; Mechamcal Gollege
.. ...of Texas. . P .
Univer51ty of Cmcmnatl ] eSBarch Folin- Unwersrty of (J'ncm.natl
“dation. s .
Un1vers1ty of Gcnnecticut Research Foun» Umversﬂ:y of Oonnectlcut
idation.: TN ) .
University of Florlda. Endowment Oorp._ Umversn:y of Flonda .
University of Georgla Foundation_._.__ University of Georgla
- Ouiversity of Idahe Reésearch’ Founda- Umvers1ty of Idaho '
tion, o
Tniversity :of: Illinois: Foundation . Umversrty of Illmms
TUniversity..of Kansas Research Foun-,_Unlverswy of Kansag .

University Of Louisvﬂle Instltute of In- ‘ Umversmy of Loulsvﬂle AR
- dustrial Researeh. : :
University .of: Nebraska Foundatlon..__;‘Un1vers1ty of Nebraska.
University: of Oklahoma Research Insti-_Un1vers1ty of OkIahoma‘
tute. .
University of Tennessee Research Corp_ ’Unwersﬂsy of Tennessee e
Utah Secientific Research Foundation_ _ Ttah State Agricultural Gollege
‘Washington Research Foundation__.___ State College of Washington
Wayne Engineering Research. Institute_. Wayne Uniyersity
Wisconsin Alumni Research Foundation. University of Wisconsin

- Certain of the specialized nonprofit research :and patent-manage-
ment organizations -affilinted with educational institutions:alse: per-
form, or ave authorized to- pérform; patent-management funetions in-
their) respective fields for the institutions with which they are affiliated. -
At Oregon’State College -the Agricultural Research-Foundation®:
which operates.in collaboration: with: the: Oregon State Agncultura,l :
Experiment Station, is. authomzed to act.as pa,tent—management agent=
for the college. . : '

The University of Loulsvﬂle Tnstitute for Medica] Research o0 s
authorized to handle patents on discoveries and inventions resulting
from research in the medical school of the University of Louisville, ag:
similarly are the Oklahoma Medical Research Foundation * for the-
school of medicine at the University of Oklahoma-and the North Caro--
lina Pharmaceutical Research Foundation ® for the school of pha,r-;
macy at the University of North Carolina. ... '

Although it'is primarily a specml research orgamzatmn oﬁermg
research and experithental engineering services to industry and. Gov-
ernment, the Armour Researc Foundation © is anthorized to handle-
the management of patents for the Illinois Institute of Technology,
with whic %1 it is affiliated, as well as patents on discoveries and inven-
tions growing out of its own research activities which the foundati n
holds in its OWn name.

8 Footnote 83, sugra, Dp. 710,
182-138

+ BD.
~#Tp1q), ppy ST BY
# 1bid., pp. 15-16,
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Under certain‘cireimstances the ! Institute ‘of: Gas: Technology,* L
which operates in the field of gas technology as an independent educa-
tional and research institution, although affiliated with the Illinois
Institute of Technology, may manage patents, as may the Institute
of-Paper'Chemistry, which 1s'also anindependent-educational insti-:
tution providing gradiaté training and rese‘troh acilities in ﬁelds of
interest to the pulp ‘and paper industry.”’ 8

Several unincorporated organizations, such as sthe Alfred Un1vers1ty5
Research Foundation® and the: Syracuse University: Research Insti-
tute,” are authorized to"pérform patent-management functions for,
Alfred and Sytacuge Universities, of which each is’ respectwely an’
integral part.:-At Princeton  University -the.committee :on . project;
research and 1nvent10ns” and at St. Louis Un1vers1ty the sc ool of
medicine blO(‘hemlSl‘,I‘y ‘comimittee on grants: for research99 représent’
the administrations of their respective Istitutions in tlie hs.ndllng ofl
patentable discoveries and inventions.

The special facultyor joint faculty-administration committees and‘
boards which adminiister theé résearch and patent policies at'a nuinber

-of institutions frequently include among their responsibilities st Teast,
an advisory funcfion, but often also admmlstmtlve duties, in.the
patent-managernent field2% - However, thei teclihjcal-and commercial’
aspects of patent management are-usially handled either by theé appro-’
priate members of. the institutional administrative staff.or throuO’h;
special- arrangeme s, W1th outmcle organlzatlons s iy

~The. followmg 69 colleges and un1ver51t1es have, d1rectly or through
aﬁihated patentzmanagement organizations, eritéred-into patent devel-
meent agreements with Research Corp. % for that nonprofit founda~:
tion'to gerve as their patent- management agént and to: handle patent-*
able: discoveries and. inventions both.in behalf of the 1nst1tut10ns and.
if-the interest-of :inventors among: their: faculty and staff it

Agticultliral and Mechanieal Col- "Fenn College

lecre of Texas . . TFlorida State UmverSIty
A.mhorst College -7 "+ '*-“'"_"Fordham University’ .
Baylor: Umversn;y SRR _'_"”'Georae Washington Unlversﬂ;y ;
Beloit Collége  ° & * Grinnell College -
Case Institiite of Technology Harvard, Umvermty
Clarkson College of Technology - Hillyer College ™ . ‘
College ¢f Exiporia” 7 - Johns Hopkins Umversﬂ:y
College of Puget Sound, "7 Kansds State College
Colorado 'Agricultural ancl Me— Linfield- Collégé’ - -

“chanical C?)llege DR “Lionisiana State University "
Cornell University: . Massachuisett; Ihshtute of 'I‘ech—‘;

Un

¢ 8
-eazmd pp 59-60.

8 Thid., pp. 10-11.
9 Tbid., pp. 118-119,
% Thid., pD. 33-84.

- 98 Ibidazpp 21——22 :
mlll‘ocvt:note 83 "supra, pp. 99—101; also Palmer Nonprofit Patent Man ;
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Mlchlga.n State Unwer51ty - University.of Georgia. .
Mills College. -+ . - University of Houston.
Montana State- College - University of Kansas =~
New York: University - Umvers:l,ty of Miami . - °
Northeastern Univergity DUniversity of Michigan
- Northwegtern, Umversﬂ;y University of Missouri,
QOregon - State Colleg + University of Nebraska, - ‘
.-Pennsylvama State University.... . University of New Hampshire, =~
Polytechmc Instltute of: Blook- _Umvermty of North Carohna T0z
o dyne Cin -:University . of. Oklahoma
fPrmceton UnlverS1ty University of Oregon. ~ |
Purdue University - .-+ University of Pennsylvam& B
-Reed. College. ... S, :Umversn:y of -Rochester ..
St. Edward’s University
St.-John’s Tniversity ...
Stanford; University.” ...
State College of Washing
Stevens. Iostitute of Techt
Tufts. Umvermty
University of: Arlzona
University .of :Chicago .
University of, Connectlcut
‘University .of Detroit . .. :
-Umversmy of Florida ...

Several ‘of the institutions: refer speclﬁcally to the use of Research
=Corp in their: formalized: résearch-and patent policies; while in'a few
‘instances mention:ig made of Research (El)orp or.a similarindependent
nonprofit patent management organization. ““A-number of otherinsti-
tutions have arrancements with Research Corp. under contemplatios,
while still othersienconrage theirstaff members to-avail themselves of
the facilities and services of that foundatlon through the voluntary
assignment of their inventions. -
= Inaddition'18 other nonproﬂt research orgamzatlons, mcludmg the
Armour’ Research Toundation; the Franklin Institute, the Hiclkrill
‘Chemical Résearch Foundation; the ‘Sloan-Kettering Tristittite for
‘Cancer Research atid the’ Texas Research: Founda‘cmn, have entered

1nto gimilary atent; development agreemeénts with’Research Corp.12 -

‘Regearch ( orp. was estabhshed n 1912 by Frederick Gardner Cot—
trell, with the gift of his patent rights in the field of electrical precipi-
'ta.tlon, a8'q nonproﬁt orgamzatlon embodying the ideal of utilizing
the proceeds derived from apphed research'to the further advancement
of science and techiniology. The ¢orporation’s charter requires that
1ts net earnings be’ contrlbuted to'such scientific and educational inti-
‘tutions and societiés as its board 'of ‘diréctors may from time to tire
‘select, to enable such institutions: and societies to condiict techmcal
and sclentlﬁc ifivestigations, research, and experlmentatlon A
" Under & patent development, anreement with an’ educatlonal insti-
tution or other nonprofit orgamzatlon, Reseatch Corp. 'agrees tohiandle
‘the pa,tent manawement and conrmercla.l ‘aspects of the explmtatlon of

. University.of Tulse, .
- University of Utah., , A,

. University of Vermont,
. University of 'Washmgton T
University of Wyoming . . ...
Vn ginia Polytechmc Instltut" '
Wesleyan University.’
.+ West Virginia UmverSlty
. Yale, Unwer51ty A

i 1"2 The patent dételog eement with the Thiv “of ‘Morth C‘aro!mn, app]ies ‘to
the :North: Carolina /State:College. of: ‘Agrienlture :and Bngineering located: in- Raleighand
%([)ﬂthe Woman’g College located in Greensboro, ag well i the university locat d 1n Chnpel
- 103 Research Corporation Annual Report for the Year 1955, p. 26.
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such patentable discoveries and inventions‘as the institution or mem-
bers of its faculty.or stafl, may offer or cause to be offered to the'corpo-
ration, as are accéptable to the corporation under its'charter:and as
should, in the heliet of the ¢orporation, be patented either in the broad
public mterest or as revenue-producing possibilities. ' Each agreement
is tailormade to fit the institution’s individual situation, but follows
a fairly uniform pattern which has been developed over the years, '
A contrict-set percentage of the income derived from' each patent
so managed is paid to the inventor.” Where ‘a university’s:policy
prescribes'thit a pércentagé, not in excess of 15 percent, of the’'gross
income go to the'inventor, the contract provides for payment of this
amount directly*to theé inventor. The remainder is ftfivided with the
university on'a 50-50°basis.” Where the university has no:fixed policy
48 to the mventor’s share, the agreement usually provides for Research
Corp. to retain 4214 percent of the gross income, with ‘the balance ‘to
be paid directly to the university for division between itself and the
inventor on'a mutually acceptablebasis. Ui e
The corporation’ bears all patent prosécution and management ex-
penses from it$ share. “Under this plan the institution is relieved of
all patent and administrative problems involved in the exploitation
and commercialization of the invention. Similarly; when an individ-
nal inventor makes an agreement with the corporation to handle-a per-
sonally owned patent or patentable invention for him, he is relieved of
these problems and responsibilities. Such portion of'the corpordtion’s
share-of the income obtained: from all the patents which it -handles; as
“betomes siirplus;is applied; in the discretion of the board of directors
of the:corporation, for the support-of &cientific research through its
grants-if-aid program.2®® . e e g e naio Sl

‘NDEPENDENT ‘RESEARCH CENTER PRACTICES : '

T I L L LS TR g ""5::|-" ,,’;5’}_-' T swiioene eesn _.‘_‘ . B

" As most of the research performed at the independent nonprofit
-research. centers.is conducted on a contract basis for industry or the
{Government, . the: patentable products of such: research .ordinarily
-become: the exclusive property of the sponsors; Such is the case at
ithe. Mellon Institute of Industrial Research, the Battelle Memorial
Institute, the Southern.Research Institute, the Southwest Research
Justitute, the Midwest Research Institute, the Texas Research Founda-
tion, -a,n;i the Franklin, Institute, as well as: the Armour Research
~Foundation :and: the Stanford Research- Institute %, . Despite the in-
terest of these organizations in the advancement of knowledge and
+their responsibility: to science in general, once an industrial or Gov-
ernment research project is undertaken, the. work is done in complete
.confidence and all rights to technical information, as well as patentable
©igscoveries and.inventions, are assigned to the sponsors of the research
in accordance. with the prearranged terms of the research contract.
_i- These, .organizations, ;.prt_)_v_ide complete, patent: protection to their
.clients and do. not publish or otherwise.disseminate the results of a
-contractual research project: without the permission of the. client,
Occasionally, under the provisions of the research contract, the re-
.search organization is.required to patent.a discovery or invention re-
‘sulting from ‘a sponsored ‘project -and to-give the spensor a limited
o B % e,

B L ERIL e cn et pvew 33 Balnaidy sl erenno T s i
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license; as in: the -¢use:'of-most! Government-supported -research.. . In
such instances, as already. indicated, several of these organizations
utilize the facilities of Research OOrp under the provisions of a-patent
dévelopment agreement made with that nonprofit foundation. .Others
éither handle patentable discoveries and . inventions. themselves or: as-

o s1gn their rights -toan affilisted patent; management. agent.

i Thet Battelle Development -Corp.’* was established in 1985 as a
separately mcorpomteg wholly ‘owned subsidiary . of .the Battells
Memorial Institute to hold and license patents resulting “from institute
réséarch oracquired. from-other sources, including free-lanice inven-
tors to ‘whom- its patent mahagement. services are- available. .The

“broad purpose of the corporation is to- prov1de a mechanism for.de-
veloping and.commercializing inventions.that mi ht otherwise be lost
to mankind and, at thie same time, to create funds for financing further
research at the mstltute, usually.of a fundamental nature or highly
gpeculative.in regard:to-its - ead.mg to:. commerclel products or
processes. ;

When patents are assigned.to the Battelle Development Corp ay ar-
rangements are.made. by the-corporationfor- the,development and
commercialization of the inventions by established business concerns.
In’ most itistarices nonexclusive;: royalty-bearing:licenses ‘are granted,
so that small firms may have the’ same: opportumty ‘as larger corpora-
tions to put the inventions to use, ! Royalty income:derived from' the
hcensmg of ‘patents is used by the corporation and ‘the 1nst1tute to
ﬁnance more research, thereby starting anew dycle. -+

“In the case of a free-lance inventor who subrmts an 1dea to the
Ba,ttelle Development Corp.; the usnal agreement gives the corpora-
tion"exclusive rights to the invention. - In returnfor these rights and
under mutuslly agreeable ferms, the:corporation’ will pay all patent

~ costs and will perform:such research as may. be necessary to develop
the inventiori‘to the point-of licensing or sale. -The agreement-also
provides- for payment to the inventor of a mutually agreed: share of
the royalty income received from licensing the-invention.: Some-of

the ‘corporation’s most important research: developments have 01'10'1-
nated with free-lance inventors. G

111946 the Institute of Inventive Researchr was estabhshed as'an
1ndependent patent: management organization  closely: affiliated ‘with
the Southwest Research Institute and: the Foundation of: Applied

Research ' (now the Southwest Foundation for Research and:Educa-
tion), to: provide -assured: income for: the foundation, to aid the ad-
vancement of industry and the genéral welfare through:the: develop-
ment of new and vseful inventions; to-create a:living endowment: for
the support of fundamental research:and the stimulation-of scientific
research and’development and: to-assist- inventors in profiting firian-
cially from the commercialization of inventions which otheérwise might
not reach maturity, - However,in December-1953 the Tnstitute of In-
ventive Research was dissolved as'a cdrporate entity ‘and became the
mventlons development division of the Southwest Research Institiite.

“Although the division also handles patents resulting: from: the re-
search activities of the Southwest Research Instititteand: the Souths

" west Foundation for Research and Education, it is pnmerlly de31gned

i 106 Palmer; Nonproft-Patent Management (19586).
107 Ihid.
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to-provide a7 coniprehensive service to independent inventors, many.of
whom 'do niot have the finances, technical facilities, patent advice,.or
sules experience properly ‘to-develop and:market invetitions.'. When
afi-invention ig-siibrmitted to the:division: for consideration; it is sub-
jeited to o thoroughevaluation by the technical staff of the Southwest
Research Institute. Lt it isifound suitable for development; the:in-
ventor is offered a-contract covéring the working procedure to be: fol-
lowed in biinging the invention to commercial fruition and: setting
forthtlie Percentage interest inthe invention which he agreés to: Aassign
to the Southwest Research: Institute in’return for: the services of 1fs
ifventions development division.- Neither the: d1v1510n nor ‘the insti-
tute itself organizes or inderwrites projects or-compinies.to manufac-
tute neW ‘prodicts, processes or devices, orlends: meney. for such or any
‘othei pirposes’ or manifactures avticles for salé; : The- Institute of
- Inventive Research confines itself entirely to: brmgmw ‘ihventions to
d‘marketable stage and then hcensmg or'selling: the.patent- rlghts:to
ma.nufacturers ( ;

To assmt-m bulldmg up an, mdependent chemlcal mdustry in th1s _
country following “World ‘War. I, -the Chemieal Foundation 8. was
established-in: 1919 as an 1ndependent nonprofit corporation prlmarﬂy
to acquire ithe :chemical : processes covered: by enemy-owned. United
States patents, most-of whichwere held by’ Germans, by purchase
from:the Alien Propérty -Custodian under the original and amended
Trading With-the Enemy Act of Congress and to make those patented
processes available to-American manufacturers.: Although now. rela-
tivelyinactive, the:foundation. subsequently formulated plans.for ‘the
acquisition of patent rights by assignment’ from universities, medlca,l
schools;: and-other fesearch mstltutlons, ag:well as individual inven-

_ tors;: for management-under & flexible plan whereby: a-portion of any
royalties received. by the - foundation -were: to-be. set-aside . for the
disposal of the assigriee and the: balance used for the general act1v1tles
of the foundation. ez

Infurtherance of the Purposes for Whlch 1t ‘was: formed 1nclud1n0'
the develepment;-patenting; and commercial. application of scientific
dis¢overies; inventions, ‘and- processes; the foundation is.authorized
to- grait: licenses, under any patent. rlghts .owned or-controlled by, it;
6 - American:citizéns-and corporatiens:mpon: reasonable-and equal
terms: and: without advantage as between licensees::: The foundation
may prescribe.the terms and conditions under which 4 license is-issued
and:may refuse:to-issue.a license: or-revoke.one-aiready granted:
Ordlnarlly :such lcenses are’ granted on:a nonexclusive. basis. How-
ever, an: exclusive license may. be granted when it is deemed that the
interests: of :the -American people’ would: be .best served by such.a
license or that the:benefits-of the invention: Would be Iost or’ serlously
lessened if such a license were hot granted,: . ' .-

~Although" organized - primarily . for the support of merltormus
research. pro3ects thirough ‘grants-in-aid to qualified- in‘stitiltions and
individuals, the ‘Lasdon -Foundation%. alse-manages. patents “in its

106 Thid ; also Palmer, Nonproﬂt Reseapch.and Ratent-Management- Organizaﬂon (1955).

D, 24-26.
r e Ybld., pp. 71-T2.
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own behalf and for others by voluntary-assignment. Established in
1946 as an independent nonprofit organization for the furtherance
-of ‘research in the felds of ‘medicine, cliemistry; pharmacology; and
‘physiology, the foundation:derives its income from ‘the erlolnal and
‘continued ‘contributionsiofits founders and from the hcensmcr ‘of
‘patents in“which it has a proprietary-interest or which liave Tden
‘agsighéd to it by others for- managenient. ufider a'mitually: beneficial
. patent development agréement. “The income received by the founda-
‘tion from such: sources is ‘devoted: to the support of research grants
1n the medical andallied sciences, :

“Als" previously ‘meritioned =0 1ndependent nonproﬁt esearch brgan-
-1zat10ns ‘concerned- pI‘lm‘LI‘lly with the interests of specialized 1ndus-
‘tries, such ‘as the Lithog graphic : ‘Teckini¢al: Founidation, ‘the Thstitute
-of Paper:Chemistry, the Instltute of Giis Technology,’ and the Institute
‘of Textile Technology,’ ord1ner11y tiblish ‘the results: of their research
-aetivities for the beneﬁt of the industries’ they serve, However, they -
‘also’ oceaemnally Tiandle patents, againfor the betefit of the indastries
they serveand for the furtherarice o reséiirchin their respective fields,
except when the patent is on a discovery or‘inveiition resulting from a
“Tesearch: progect whloh is sub]ect to some prlor contraotuel arrange-
“merit. ‘

Snmlarly, the specmhzed nonproﬁt reseerch orgamzatmns I the.
medical field ordinarily make their research findings freely available
to the public.. However, in order to insure purlty of product and
regulate its selling ‘price, they will in certain instances seek patent
-proteetlon ;Other than granting licenses and Specifylntr the condi-
tions of mennfecture, these organlzatlons do not participate in the
_commercial preparation or gale of the manufactured products and
ireceive:no royalties.or othier pecuniary. benefits, Sevéral of the
-organizations have entered into patent-development agreements with
“Research Corp. and utilize the facilities of that nonproﬁt foundetlon
o handhnd petented_ dlSGOV&I‘lGS a,nd 1nvent10ns 1 :

PATENT POR’.I.‘I‘OLIOS

“Ror the redsons prevmusly glven, especmlly in the ohapter on Patent
Management 12 mogt educational institutions and other nonproﬁt Té-
“search orga.mzatlons have had little, if ‘any, direct" ‘experience with
‘patents.’” As a general practice they have avoided becommg involved

themselves in the actual administration and explditation of patents.
In relatively few instances has patent protection béen sought with a
“view to obtairing income from discoveries and inventions which they
‘own or control ; asially it Has been as a preeautlonery meagure in the
public interest or for defensive purposes. When such protection has
“been deemed desn'able or necessary, they have ordinarily utilized the
“facilities and services of Research Corp. or of an aﬁllated patent man-
- 'agement organlzatmn S .

‘“-11°Pp B4 26 ‘sup A e

o P37 supra also Palmer, Nonproﬂt Patent Managemeut (1956)
12 Pp, 31-33, supra. -
12 pp, 33-36, supra,
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. UNIVERSITY PATENT HOLDINGS: = -7 *i. 0

{.- The .cemparatively: small number: of ~diseoveries. and inventions
}Eatente‘d_- by educational institutions is indicated in the un ublished
Hindings of a survey: of university. patent .holdings made in. 19544
:That -survey revealed . that,  exclugive. of some 500 patents then
:being administered in behalf of educational institutions by Research
-Corp. under patent. development agreements, only 277 active United
-States patents and-89 foreign patents had.beéen obtained by 4 total
of 20 institutions or theéir affiliated patent management agents. ..
-+ Less.than 600 applications: for: United ‘States. patents and. 155. for
Foreign patents had been filed, of which: 139 United’ States applica-
Atong. and 54 foreig: -acf)plinai_gions were. then pending. . Under these
,.Eatents_, both issued-and pending, 188 domestic and .67 foreign licenses
ad.been granted; .of these, 67 domestic and 61 foreign licenses were
-under.an exclusive licensing arrangement with a commercial.organiza-
.tion which, directly or throngh its subsidiaries, both: manufactured
under the patents and exploited the patents by sublicénsing independ-
cent manufacturing companies. . .. o e o T s
... Thefollowing table analyzes the patent portfolios of the eight insti-
tutions which had had the most extensive experience with patentable
Miscoveries.and INVentions - =\ oo Dol il s lads

LI

* United States patents— - | Foreign patents—

o Institation S T I ' TR R
: R TR A Apl_p]ied Obtained| Pending Apiplied Obtained{ Pending
: T (e R e T PO * TS AR St

mebGaEs 1L

"Each of the 12 other. institutions which reported experience with
“patentable discoveries and inveiitions liad filed less than 20 applica-
“tions for United States patents, on which none of them had obtained
:more than 10 patents. . Kight had filed a total of 69 applications, for
‘foreign patents, from which 32 patents had issued, while 35 were
‘pending and 2 had beenabandoned, . 0 T
- Ag.discussed Jater in this:'chapter,”® a number of significant dis-
coveries and inventions were then, as now, includéd in the patent
‘portfolios of educational institutions or their affiliated patent man-
“agement agents, as well as in the portfolios of other nonprofit re-
search centers. Many possess high economic value and have:.been
useful both in the stimulstion of new business enterprises and. in the
expansion and improvement of existing industrial operations. Some
have been important contributions to the public welfare and to. the
prevention of disease and-alleviation of suffering, both human and
animal. : ehES e

mi‘almer, University Patent Holdings (unpublished).
135 Pp. 43-50, Infra, )
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CURRENT UNIVERSITY PATENT SITUATION -&7. [ o

~The following brief deseriptions of the:patent.management prac-
tices, and experiences of a number of educational institutions, which
have been productive. .of patentable :discoveries and :inventions,; and
of their patent management iagents.are illustrative of.the;current
© universitypatentsitnation.:i. . - il Pl ol

__..Patentable discoveries and inventions made at the. University. of
Wisconsin :.are.administered by - the . Wisconsin . -Alumni  Research
Foundation®¢ which- was the pioneer among nonprofit university- .
affiliated patent-management organizations. .. The foundation hag.had
not-only the longest, but: also the most-extensive experience of any.of:
these organizations: and-has been.financially the most successful. It
“was organized in November 1925 with the immediate objective .of-
administering: and .giving wide -commercial application to the patent
then . perding onithe -discovery by- Dr. Harry -S. . Steenboek, - a bio-
chemist at the university; of the antirachitic properties of .the ultra-:
viclet-ray-in the:enrichment..of the vitamin D-content of foods and.
medicinal Products; ooy 1 ent e e el s T T e e
- - Althoughiauthorized to administer patents and patent rights “re-:
gardless of -where; how,-or from.whom acquired,” ** the foundation
confines -its patent management activities ‘almost -exclusively: to in-
ventions. made by faculty members and students of the university,:
in erder:to handie:with intelligence and dispatch the: invertions and
- discoveries brought to.it by university personnel and-to explore and -
exploit their commercial possibilities.. -At the present time the patent-
portfolio. of the-foundation includes 119 active United: States and 87 -
foreign; patents. -\ Ii-addition, applications: for 69 . United States and
31, foreign -paterits: ave :pending, and- 30 previous United States and -
738 foreign patents haveexpired. =« o oD b e b 0

-The most valuableitem handled by: the foundation during its more
than:30 years of .operation was the basic patent on the original:Steén--
" boek discovery, which:-has gince expired; as.-have three subsidiary and:
subservient patents:which were dedicated to the public in 1945... Two
other waluable patents administered by the foundation, both.of ‘which-
have also expired; relate to compounds containing salts of iron 'and”
coppet: for use in secondary anemias and to the stabilization of iodine
in!salt: and mineral: mixtures.. - Among the:more important patented .
discoveries.and inventions in the current pertfolio-of the:foundation :
are the anticoagulant drug Dicumarol; compounds containing salicy-
lates; such-as-aspirin,‘and.vitamin K-or vitamin K-like compounds;
Warfarin, an anticoggulant rodenticide and drug for human-medica-:
-tionj :discoveries-relating: to the insecticidal’ propertiesiof the saba--
dilla-seed, and a butyl alcohol fermentation process for the production
Sofselvents. o o e v e a0 e RN adas T
oAlthough: more  recently ‘organized, :the: Rutgers: Research: and.
‘Endowment Foundation ** has also been highly successful in admin-:
istering: patentable discoveries and- inventions i behalf of inventors.
at Rutgers University, particularly: streptomycin .and heomyein.:
Under its patent policy,*? the university retains no.proprietary inter-

116 Pglmer, Nonprofit Research and Patent Management Qrganizatlon (1955), pp. 147-150.
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est in any invention made by a meniber.of its stafl;excepting inven-
tions made by members of the staff of the Inetltute of Microbiolo
Established i January 1946 to romote, encourage; and aid’ sclentlﬁe
investigation -and’ resedrch at:fl e university, the’ foundation holds-
patents, grants licenses, and receives Toyalties as & subsidiery entity:!
of the university, which is the bensficial owrier theréof. ” The patent”
portfolic of the foundation includes 5 active Uhited’ States’ patents,'-"
oni’ detinomyein,’ streptothrlcln, Streptomycln fumaric’ acid, and ‘a_
method and apparatus forconvertin; light energy into electrlcal chern--
ical enisrgyias well as7 pending applications for paterits on neomyein,’
candleldm, candidin, xerosin, concentration of lactobacilli; exocelular:
keratiriage from- Streptomyces sp., and fish solibles, and, in addition;
20’ active foreign: patents, 14 of them on neomyeln, and 12 pendlng"'
rt]_:)phcatmns for foreign’ patents,~ " '
‘In ‘February 1930 the “biochemistry commlttee on- grents for vé:
search 129-was created in the St. Touls Umversmy Sehool of- Medlcme :
by the president of the tmiversity to: carty out the terms of an agree::
ment “with Dr. Bdward’ A. Doisy and:his associates regarding the
patent rights assigned to the university for the process of: manufactur-
ng the crystelllne ovarian horrmone Theelin, the first'steroid: hormone
to be isolated in pure crystalline form: Since October 1948 the uni=
versity has encouraged, but does not require, the assignment of invens
tiong to the umversﬂ;y under mutually. acceptable- terms and hasg uti--
lized the facilities and expérience of the committee inthe: handhng:
of inventions, and the patents thereon, resulting from: research activ-"
ities-in the various departments of the: unwermty -Of the 10 United:
btates, 6 Canadian, and 7 foreign patents administered’ for' the wni-
versity by the:committee, those on-Theelin, Theelol,iand ‘Antuitein-S,"
all'of which have now expired, and those on: vitamin K- have been the_';
most significant and of the greatest financial importance. : .
+The Unlver:nty of 'Tennessee Regearch Corpi,twhich was orgen—
ized in ‘October 1934 primarily to hold title to and administer patents :
igsued to the faculty and staff of the University of-Tennessee: atid: -
'voluntarlly assigned: to: the corporation: by mutual:agreement,cur--
rently holds 82 active United Statés patents:and 1 Canadian' patent.
Those ‘producing “income cover-an apparatus ‘for nieasuring cotton"
fiber;a fertilizer, a stelometer, an ‘arealometer, an apparatus for deter- -
mining the physical properties of porous’ materials; a phenélic mold--
ing: composﬂ:mn, and several va,r1et1es of Tennessee strewbernes and’-'

- raspberrles s S

: As'successor: to the heard of atent trustees of the' Iowa State Ool—‘f
lege ‘Alumni-Association, which in 1935:had’ takeniover: the patent
management functions of acollege faculty committee:established in-
1996, the Tows State College: Research Foundation:* was formed in
Octo’ber 1938 as an independent nonprofit corporation to provide more
workable maehmery for the management of patents: as a-Service 'to
Towa State College. -As of April 1956 the' foundation had in its patent’
managemert: portfolio. 43 active: pa,tents, both Umted States and-
foreigny with 36 applications pending.’ o

- Adfter:nearly: 20 years- of operation the: foundatlon is ]ust riow be:
cmmng to reallze a substantla,l return from the patent r:lghts it ad—w-

126 Pootnote 116. sugra, pp 21—-—22
© 1 Thid,, pp. I S AR I TTRN TR RIS T
1z Thid., pp. 64—67
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wministers.. Among the more: significant patented ‘discoveries’and-in-
‘ventions included: in:its portfolio-are a network analyzer for electric
-power:circuits, methods of preparing fertilizer compositions,'of treat-
‘ng growing ruminants and young mammals and of preparing their
feed materials, of recording colorimetric information on-black and
~white film, of separating nitrogen isotepes:by ionséxchange and of
“isolating sterol from fats and oils, a process for producing indoleacetic
#cids, a foaming method of mixing asphalt;.and a solvent extraction
apparatus -and: process. < Two: others, .on which ‘the basic paternts
-recently .expired, were a:method: of making blue-veined cheese and
-anearth terracing apparatus.: - v cn ] o oo woon Paiield
- The Ohio State University Research Foundation,** which wasestab-
lished in November 1936 to provide an organization through which:the
research objectives of the university, industry, and government might
. be effectively-furthered through the cooperation of the university and
off-campus organizations, acts as patent management agent for Ohio
“Staté University and controls 58 United States patentsand 16 foreign
‘pateiits, mostiof them Canadian.” Several-of the inventions covered by
“thiese paténtshave heén licensed #nd others are considered to have com-
‘Tnercial importance, although furtlier research of a'developmental na-
“ture may be necessary to adapt thém to commercial uge, -Under & State
‘statute all-inventionsmade in the laboratories and with the use of the
“facilities of the university becoine the sole property: of the university,
‘which-assigiis itg patent rights to'the foundation for administiation.
- Currently -97 1ssued’ patents, United: States and foreign; are in: the
portiolio o%r the Institutum Divi Thomae Foundation, ** as wéll'as-a
‘purmber of pending applications for patents. The most significant in-
‘ventions covéred by those patents relate to-tltraviclet sources and:in-
“olude sunlamps,germicides, meat’ teriderizers, juiceand milk:con-
“geritrating TPrbét;s'sés’ ‘and- drugs, particularly. those‘useful in“healing
“wounds. - Thefoindation, which ‘was incorporated in:September 1938,
‘gets as the fiscal agent of the Institutum Divi Thomae, a scientific.ré-
‘search center and graduate school of scienice- with ‘which certain-other
“Cathiolic educational institutions ave afliliated:. s o0 i e
++.The California Institute Research Foundation, ** which was organ-
‘Jzed i June 1940 to provide a legal corporate body t6 Handle patents
and inventions for tlﬁle benefit of the Californisa Institute of Tech-
‘niclogy,-owns 34 patents. The'most significant income-producing in-
“yehtiong included in’ the foundation’s portfolic are a contour sensing
‘apparatus; “a-magnetié - drum' readout,:orthodenti¢c ‘appliances; an
‘pxygei meter; a porous wall construdtion, and a radiation-meter.: . -
~i A lthough: it has a number of applications for-patents pending, the
‘University of Cincinnati Research Foundation*# at the present tine
“holds ne active patents: ‘The foundation was created as an independ-
ent nonprofit: corporation in June 1943 to admihister research in:the
‘several departménts of the University of Cincinnati, whose staff:and
“other facilities-are available to it; and also to act as patent manage-
“fnent agent forthe university. s 2r v i Lot pi nlon e
= +:The -Auburn . Research: Foundation#" -which wag"‘established ‘in
November 1944 as a fiscal agency to aid research and to promote the

12 Tpid,, pp. 91-93.
12¢ Tpid., pp. 0364,
1% Thid,, pp. 23-24.
1 Thid., pp. 121-122,
= 1bid., pp. 16-19.
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general welfare of ‘the State of Alabama and’ which acts -as patent
“management-agent: for-Alabama Polytéchnic Institute,-owns: 2-active
~United-States patents and ‘has-applications for 2 others pending. . The
“most-important ‘mvention, which :is:also! income-producing;.is:a coc-
‘eidiosis: poultry vaceine..: -1 il o T Buiee s T

v 'The ‘University: -of iTdaho..Research :Foundation,’®® which: was
attthorized originally by the board-of regents of the University of
:Tdahoin 1947 and incorporated in January 1949 to protect the interasts
‘of the inventor; the university and.the public in inventions made by
‘members of the stafl of the university, currently holds -one active
United States patent and has two applications for patents pending.
The patent :i"on" a'solvent: recycling ‘process; no licenses have been
-grantedunder thispatent.: «. 0 bre o B it

i

© i UNDER RESEARCH ‘CORPORATION: AGREEMENTS

- Several ‘other, nonprofit foundations, which :currently utilize the
faecilities and services of Research Corp. under. patént: development
-agreements; have.also had some previous patent. management experi-
ence. - The Purdue Research Foundation,*® which wag.established in
:December., 1980 -as an outgrowth .of an all-university. department .of
-research relations organized .in 1928, has owned and administered a

- number.of patents ; but as rapidiy as possible these are being taken over
by.-Research .Corp.; except those developed for .particular.research
sponsors. who' have 1n sffect been granted exclusive licenses:in accord-
ance with-prior contractual arrangemelits. ... s ot Ta G

. The Cornell Research Foundation,*® which was organized in Janu-

-ary:1982 to handle patents on discoveries and inventions made.by the
members of the staff of Cornell. University, to:assist.research at the
-university, and to encourage the-broad public distribution of the bene-
fits of such research, still has 10-or 12 active: patents and applications
for patents in.its portfolio. .. The most lucrative ones.cover .a. wine

- -process .on-which the patent will shortly expire, an' oximeter, and an
egg washer designed for usé by poultry farmers and egg'wholesalers

An. preparing’éggs for-market. :Another, on:which the ‘patent has

:expiredy related to a hioney process-under which a product ecommonly

Jkmnownas honéy butter wasmade, ; o -l ol T sanlioernd T

-+ There {are currently: 82 active .patents, both United -States and

foreign; in.the patent-management portfolio of -Pennsylvanis State

University and Research: Corp. . "The most, sighificant. are on a-mush-
room gpawh; :helices, ;o single-column : distillation -apparatus. and

magmnetostriction transducers. - ‘Formnierly. patents- had: been admin-

- Jdstered for’the University by the Pennsylvenia Research .CGorp,,*™

-established- in February 1934 to take over: the fuvmectiens:of a tristee

-committee; which had previously handled patents for.the university. .

. -Noned Corp., **2 which was created in.-April 1935:to retain.and
manage patents in which the University iof Rochester: possessed. any
rights, holds 8 United States patents and 3:foreéign patents:..-Only:.one

«of these patents, relating to shoe construction and last, has been income

©

EREIEY L

s Ihid, pp. 126-127.
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roducing ; the otherselate to-means for: reeordmg the gait and muscle
ctioning of animate bodies, shank pieces for shoes, bacteriostatic
base for medicinil cosmetic and ‘toilet preparations, antioseillation
mourntings for optical fnstruments, infrared photography; methods of
- rehdering infrared radiation: v1s1ble, and methods and compositions
for regulating’ plant growth.: “Under its patent development agree-
meiit -with Research %orp ., the umiversity has also referred- several
potentlal inventions to that’ nonproﬁt orga,mzatmn, but no pa.tenne
have asyet issued thiough its services. -

" Prior to'the patent development agreement between the Unlversmv
of M1ch1gan and “Research Corp., the Engineering Regearch Insti-
tirte,'® gn unincorporated institutional unit of the umversmy organized
in J2 anuary 1948 as sucéessor to the department of engineering research
originally createdin 1920, had administered- patents for'the university.
A total of 18 patents have been issued to the university;8.applications

 for patents are pending; and searches are being conducteéd on 2 others.
The most valuable patents have been ot the’ Baaley motors and on two
phaimaceuticals, thlenyalkyl esbers and basm esbers of subst1tuted
: th1enyla.cet1c acids. i g
The Kansas’ State College Research Foundatlon 54 which was 6r=
: %&mzed in'-Septermber 1942 to foster scientific' research at Kansas
tate Collége and to aid in giving'practical apphcatmn to the findings
of such research, owng thiree United ‘States’ patents.” Thiese patents,
which are adm1n1sterecl for the foundation by Research Corp. under
a patent’ development agreement, are on the-differential inactivation
.- of enzymes, a dehydratmg proeess for sterehy verretables and ‘a double
stage sediment tester.:

‘Similarly; two- Ppetents: owned by the Texas A & M Research
Foundatior,**s are administered in its behalf by Research Corp. unider
a patent ‘development awreement ‘ag are pending applications for pat-

" ents on two additional mventmns The active patents are on:a radio
frequency titrimeter and a ‘sludge-removal device for sewage-disposal:
installations. " The pendmg applications aréon'a cotton stripper’ roll
and a bacterin for infectious keratoconjunctivitis, =

Research Corporation,® which handles. inventions, patents and
patent rights for 89-educational institutions and 18 other nonprofit
organlzatmns under patent development agrepments,'” has in its port-
folio 456 active United States patents and 277 foreign patents, ii
addition to ‘138 pénding applications for United States patents and
approximately 100 for foreign patents. These cover & wide range and

_include 2 number of significant discoveries-and inventions of human-
itarian as well ‘as industrial value. Among-the patents” which are
currently producing substantial income: are those relating to pan:
tothenic acid, 'Vitamin ‘B, cortical hormones, ergotrate, Vitamin A,
Vitamin B, extraction, synthetic’crystals and nystatm Some of
the items in its portfolio have been acquired from independent in-
ventors, to whom the services of the Corporation are also avallable

132 Thid., pp. £41-42

;184 Thidipp. 6769, R e L . .

135 Thid., pp. 119—120

;1% Thid., pp.- 99-101::also Pa.lmer Nonproﬁt Rese&rch and Patent \{anagement in: the
United States {1936), pD. 49-61; and; Nonprofit Pateent Management {1956) and Research
Corporation Annual Report for. the Year 1955, - especia.lly PD- 22-—26
1137 Pp. . 33-36,; supra ;. also: footnote 138 supm : E
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i SIT'UA’I‘ION AT INDI}PENDEN'I‘ RESEAROH CENTDRS L

As prewously dlSCllSSGd in the che ter on Patent Ma,nagement 18,
most of the research performed at the mdependent nonprofit reséarch
centers -is .conducted-on a contract basis.for industry and the Gov-
ernment.-- Under the terms of the research.contracts the patentable

roducts -of such research, as well as.related technical information,

ecorne: the exclusive property of the sponsors of the research. For.
example, at the Mellon Institute of Industrial Research,’® the oldest
of these independent nonprofit research orgenlzatlons, only five United
States patents have been taken inthe name of the Institute.. These five.
patents, all of which have now passed into the public domain, relate
to certain chemotherapeutic agents derived from chinchona alkaloids.
which originated in the Department of Research in Pure Chemlstry.
at the.Institufe.. -i.....

. In: the period. from- 1911 through 1955 a total of 1416 additional
Unlted States -patents and 1,068 foreign patents, Whlch have been
issued to institute personnel, have all been assigned to the sponsoring
companies which supported the research activities that led to the pat-
ents. Many of these patents-cover. discoveries and inventions of high
commercial value. -However, under the policy- of the institute, all :
patentable-discoveries and inventions, as well as. all other. results of a
sponsored: research project, developed under a research fellowship be-
long to the industrial company supporting. the, fellowship. . The re-
sults of investigations: supported by the lnstltute 1tse1f are: dedlcated
to.the public.. -

Although the Batteﬂe Memormf[ Instltute 140 operates under a Slml-
lar pohoy with respect to sponsored research, its wholly owned patent-
holding subsidiary, the Battelle Development Corp,*#* owns or. con-
trols about 150 United States patents and 250 foreign patents, many
of which are currently.dormant.* Among. the more than 200 discov-
eries and inventions developed at the Institute or acquired from free-
Iance inventors-and promoted by the corporation are-a number which
have valuable commercial potentialities; including a dry graphic re-
production process known as Xerography, an electropolishing process,
a leather. waterproofing process and. a correct fluid for. .typed . copy.

“The Midwest Research Imstitute 142 is currently managing only two
patents, meither of which i$ considered significant. - As the 1nst1tute
1s engaged principally in. the conduct of research for outside. SPONSOrs,
nelther the institute nor.any member. of its staff retains.a proprietary
interest in any patentable discoveries or inventions resulting from the
sponsored research program of the 1nst1tute under Whlch “all petent
rights- would .belong .to the sponsors.

~0O1 the 29 patents; which have resu]ted from the research aet1v1t1es of
the Southern Research Institute,* only 4 are in the name of the insti:
tute... The other 25 have been- asswned to the’ sponsors for Whom the
" research was conducted under contra.ct o e ey

195 Pp 38-39, supra.
180 P20, gupra ; alse Palmer, Nonprofit Research and Patent Management Organlzation
(1955) P, 81—82 and Nonproﬁt Research Institutes (1958).
2o Py 20-21; gupra ;- glse Palmer; Nonprofit ‘Researchy and Patent Management Organi-
zatmn (1955), pp 20—21 ‘and Nonproflt Research Institutes (1956
4P, 39, supra , also Paimer, Nonprofit Patent Management (1956)
1'-‘-9]? 22, gupra ; also Palmer, Nonprofit Research and: Patent Management Organization
' (1955) pp 82—84 and Nonprofit Research Institutes (1956},
supra ; also Palmer, Non%’oﬁt Research and Patent Management Organization
(1955), pp 112-113, and Nonprofit Research Institutes (1956).
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. -1 Despite the :fact-that it accépts for management -discoveries- and
“inventions submitted by free-lance invéntors, which are received at the
irate of 'approximately-100° a week, .the ‘Institute ‘of: Inventive Re-
-search,* ‘which :is'now ‘the inventions development division of-the
Southwest Research Institute,!* hasin-its portfolio only 13 on whichit
“ig-actively fostering the commereialization: It also has about 25 others
-under consideration which may prove:worthy of inclusion in its‘port-
‘folio.. The.three most-important-inventions presently included are the
Poulter seismic process, the so-called Vibrotron precision measurement
device and a new type of londbinder.
* The Armour Research:Foundation?*® has approximately 100 pat-
ents which have been issued in its name, the vast majority of them in

' the magristic ‘recording field. " Others are on titanium slloys and on
“gsolution and fame ‘carainias, 1 T T Rl s S
< From:the ‘begitining “the 'Stanford ‘Research Institute ™ has ad-
‘hered,‘as closely as'the realities of research permit, to a carefully con-
“sidered poliecy which avoids the holding and licensing of patents for
‘royalty ‘income. ““Where diséoveries or inventiond are made in ‘the
~course of sponsored research; all patent Fights go to the sponsor. - Re-
‘gearch activities conducted: with institute fuiids’ generally have been
directed toward basic research problems for the purpose of chtaining
“new knowledge and normally do not'lead to discoveries or inventions
-out of which any patent problem might arisel ' Towever, the institute
“policy recognizes the possibility that, reséarch being what it is, occa-
-sional-ownership-and disposition of paterits by the institite might be
-ineseapable; T el e e B R T
PR i1 ‘er:theii-;frograms thé independent nonprofit reseéarch organiza-
‘tions concerned primarily with the interests of specialized industries,
-and-those in the medical field, ordinarily publish the results of their
research activities. However, thé Institate:of 'Paper Chemistry ***
“does hold: 119 ‘patents in 'its own patent management ‘portfolio-and,
-in addition, has acquired and assigneéd to others 102 patents. = As ap-
-plied to thepulpdnid paper industry, all of these have been significant

"1n one way or ancther;

- Tn its 82 years of experience the Lithographic Technicil Founda-

‘tion % has’ obtained’ only 14 patents:” Every one of those ‘patents
‘is ‘congidered significant in relation to the lithogrdphic industry and a
~number of them have been useful to other branches of the graphic arts
~and even to other industries: - The seven patents in the Toundation’s
‘current portfolio’cover dn intégrating light meter apparatis, methods
“of removing images from planographic plates, of making deep-etched
“lithographic plates and for'the preparation of-lithographic plates; ‘a

process of coating aluminim known as Brunak, an‘étehing process, and

a spray dampening system for lithographic offset printing presses. -

16 Py, 3040, supra ;5 alge Palmier, Nonprofit Patent -Managément (1956), -~ “-i "
... uwsP 22, supra: also Palmer, Nonprofit Research and-Patent Management OQrganiza-
tion %[955), pp. 114-113, and Nonprofit Research Institutes (1956}, C
.16 P23 mupra ;-also: Palmer, Nonprofit Research and. Patent Management: Organization
(195t§)(’1§§é)15_13’ Nonprofit Hesearch Institutes (1956), and Nonprofit Pateni Manage-
en : foetetreie v
L. P98 aupra ; alse. Palmer, Nonprofit Research and Patent Management. Organization
(1055), pp. 116-118, and. Nonprofit: Research Institutes (1956)... .0 .. . o 05" e
18 P94, supra ; alse Palmer, Nonprofit Research and Patent Management Organization
(1‘951:5()3,-9 6-) 5960, Nonprofit- Research .Institutes (1958), and Nonprofit Patent Manage-
men . Gy Lpeny et T nndauine
e P 24, supra; also Palmer, Nonprofit Research and Patent Management Organization
(195t5)(,1 !—?EPG) 75, Nonprofit Research Institutes (1956), and Nonprofit Patent Manage-
men B Ty N I S S B SR N RIS RO B Ea
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- Although:-the principal products of research performed:at, the Insti-
~tute of Gas-Technology *0 are made krnown through: its own research
spublications and the technical .press, the: institute owns: 19 United
~States paténts and-1: British patent. ;- These patents were-obtained to
-protéct the gas industry in the use: of processes; equipment, and tech-
niques-developed: at.the institute. - They: cover mainly: processes and
apparatus for manufacturing natural:gas substitutes from:petroleum
~fractiong and liquefied petrolenm gases, forthe gasification of coal, and
for coal treatment-and metallurgy. foan e e

(1 LITIGATION AND OTHER EXPERIENCES

..., In their:handling.of patentable discoveries. and inventions the edu-

cational institutions and other nonprofit research.organizations have
kept. relatively free of litigation and other controversial, experiences,
_A number of factors have been responsible, among-them. an-unwilling-
- ness:to become involved in such experiences, the limiteéd ard uncertain
return on the expense.incurred, the. generally preferréd. practice.of

publishing the results of nonprofit.research, the eontractual arrange-
. ments under which sponsored. research is conducted. and the objectives

-of nonprofit patent management. . ... oo Do S sl
..~ Few educational institutions and none of the independent nonprofit
_research organizations arethemselves interested in obtainingand hold-
_ing. patents nor do they have the professional.personnel.withthe
requisite specialized qualifications and: experience to handle the'intri-
‘cate technical and commercial aspects of patent management... In-
_stead, as indicated previously.in the: chapter on patent' management,
many. of ;them: avoid the necessity of becoming ggirectly involved-by
“utilizing -the facilities and services. of affiliated.patent management

-organizations and or Research Corp:

Occasionally, ‘several of these.patent .management:organizations
- have been parties to patent litigation; usually. initiated: by others,
‘but-the number of such:instances has not-been large.:- When: contro-
versies and disputes have arisen, they have ordinarily been amicably
_settled out of court. When one invention went: sour:because -of un-
.expected but :suspected. toxicity, one affiliated patent. management

. foundation contributed $50,000 toward an out-of-court.settlement and
_issued: widespread .warning. in-the public interest.: . On. anotheroc-
casion an outlaw manufacturer was successfully sued-for infringe-
.ment by this foundation to insure supervised quality of product. and
‘also protect the interests .of law-abiding licensees.under..another
‘patent.’® An infringement.of the Theelin :patent -was settled-out:of
-court, by the payment of a nominal sum by the infringer.e. ...
Prior to 1945 the Wisconsin Alumni. Research Foundation was in-
volved in extensive infringement litigation over t?f_ie._*S,‘t,__e;eangk
vitamin D patents and the copper-ivon patent.®™?.. The litigation over
“the Steenbock patents, which was long'and complex;*** extending from
1939 through 1945, was finally terminated in-a consent decree, pur-

({150 Py 2406, supra ;- also: Palmer; Nonoprofit Research and Patent Management .Organi-
zatiogp(mﬁﬁ),' pbpp 58-59, Novproilt- Research Institutes:(1956), and Nonprofit' Patent
-Management {1966), .- T L e

.-~ 35 Baged upen confidential Information furnished the duthor and- disclosed w

mission of the source of the infermation, . . . o
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suant to the terms of which the three subsidiary and stbservient
patents were dedicated to the public, the basic platent'hav_iﬁg expired
earlier in 1945. After a bitterly fought and costly contest, the patents
had been held invalid, originally on the ground that they attempted to
cover a “process of nature” but subsequently, in a complete reversal
by the court, on the grounds of anticipation and lack of invention.

A decision more favorable to the foundation resulted from the litiga-
tion over the copper-iron patent, initiated shortly after its issuance
in 1932. After an earlier adverse decision holding the patent invalid,
which was reversed on appeal, the defendant in another infringement
suit before the same circuit court séttled by taking a license under the
¥atent. The final decision was accepted by industry and some 50 in-

ringement situations, extant at the time of that decigion, were all
" disposed of by the infringers either discontinuing their infringement
activities or taking licenses. During the remaining life of this patent -
no further infringement difficulties wére encountéred and the patent
continued to produce substantial revenue for the foundation.

The Rutgers Research and Endowment Foundation has been in-
volved in two instances of litigation with respect to its streptomyein
patent. In 1950 a scientist, who, at the time streptomycin was dis- -
covered, was a graduate student and one of the laboratory assistants in
the department where the discovery was made, sued the foundation
claiming that he was a coinventor. The legal action was settled by
compromise, whereby a part of the royalties received -was apportioned
among the plaintiff, staff members, and othér graduate students and
laboratory assistants who had participated directly or indirectly in the
research which led to the discovery.  The other litigation grew cut of
an unsupported claim- that the streptomyecin patent infringed an
earlier patent for treatment of psoriasis.®® = . -

Jn its long and extensive experience in handling patents for educa-
tional institutions, other nonprofit organizations and independent
inventors, Regearch Corp. hag on only two occasioris been involved in
litigation; both were the result of honest differences of opinion as to
the validity or the scope of the claims of the patents and were settled
amicably. Tt is the judgment of the corporation that, if patents are
offered for development and public use unider licenses containing rea-
sonable terms, litigation is not normally encountered.*s* o

The few outstanding instances of substantial financial réturns from
patent royalties,™ such as those received on the vitamin, insulin,
streptomyein, and certain other patents on medicinals and pharmia-
ceuticals, have encouraged the belief that corsiderable revenue may
be obtained from patents on the products of nohprofit résearch.  How-
ever, the expense, both in money ahd effort, involved in cbtaining a
patent and in. development and promotion have proved to be far’
greater than theactual return. R S

. One institution reported that, although it had spent more than $12.-
000 on a patentable Siscovery which appeared to have promising com-
mercial value, it had yet to receive a single penmny in return. A
number of others reported the espenditure of large sums, bioth in
development and in promotion, where the resulting income had failed
to justify the expenditure. Several had incurred heavy expenditures,

#3 Fogtnote 151, supre.
1E2b Footnote 151, supra.
152 P, 59-61, infra,
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with relatively inconsequential returns in revenue, in connection with
patented discoveries and inventions considered of extreme importance
from the standpoint of scientific achievement and benefits to man-
kind. "5 A further discussion of patent revenue will be found in the
next chapter, on licénsing experiences,*>"

‘In fulfgl)llment of thelr pubhc serviee furction universities especially,
but,also many of the other nonprofit research organizations, have gen-
erally preferred to disclose the results of their research activities
through publication and other media of public dissemination, in lieu
of patenting. Oceasionally such disclosure is mandatory under their
charters, as in the cases of certain State-controlled educational insti-
tutions, especially when the disclosure affects the natural resources
and other interests of the State. The. results of experiment station
research are also generally published, except when patentmg 18 deemed
necessary:in the pubho interest.®¢ -

“The patent clauses usially included in research and development'f
contracts, especially when patentable discoveries and inventions are
anticipated, provide that sueh discoveries and inventions, as well as”
related techmoal 1nformat10n, ‘become thé exclusive property of the
7sponsor _In_sorne.instarices the incantion af.cvrnh.s. nlause is optional,
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“discoveries and inventions have originated, from “the*burdens of
patent prosecution and protection, but have also successfully intro-
duced and promoted the use of many important new discoveriés and
inventions. In addition, they have handled the complicated and
~often difficult relations with inventors and licensees. Ispecially in
‘the case of public institutions, these services have saved the institu-
tions from becoming involved in situations, both legal and personal,
which might otherwise have entalléd serious political and fiscal com-

. In many ways the ecoromy hag been substantially -enhanced: and
‘significant contributions have been made to the ptblic welfare through

- 'the activities of these nonprofit patent-management organizations.
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agement agents, illustrate-both the diversity and the complexity of
nonprofit patent management.'® R L
Sinece 1927 the Wisconsin Alumni Research Foundation has granted
approximately 600 licenses under the patents inclitded in its port-
folio, nearly 500 of them under the Steenbock vitamin D patfents.
The majority of the licenses have been.on a nonexclusive basis. How-
ever, on occasions, especially with respect to the Steenbock patents,
the foundation. has entered into exclusive licénses for the life of the
patents concerned, or what might perhaps be more properly desig-
‘nated as “partially. exclusive” licenses, with individual companies’
~or small groups of companies in widely different, noncompetitive fields.
In certain other instances exclusive licenses for a limited period of
time have been granted in order to stimulate commerecial development
-and promotion by the licengee. Also, when the original nonexelusive
licensee -is adequately meeting the market demand for a product,
subsequent licenses under that patent have been withheld. :
. 'The policy and thinking of the foundation on the important subject
of exclusive versus nonexclusive licensing has varied considerably
over the years, largely as a result of .its experience. Originally, with
a view to obtaining: wide distribution and public benefit, exclusive
licenses were granted in the various fields covered by the. patents.
-When it ‘was found that this practice led to serious administrative
‘complications in later years, the foundation adopted a wholly nen-
exclusive licensing policy and avoided, insofar as possible, any ex-
clusive commitments. In more recent years the foundation has in most
cages reverted to the policy of granting exclusive licenses. Such com-
mitments, however, have in practically all cases been for a limited
-period of time, rather than for the life of the patent concerned.
The type of license granted and the terms -of thelicense agresment
have in each instance %een'de_termined by a number of factors, such
“as the nature of the patented discovery or invention, the amount and
‘expense of developmental work necessary to achieve its commercial
potentialities, the demand for the licensed product and the field of
operation of the licensee. Accordingly each license agreement is, of
necessity, tailor-made to meet the particular situation, except for the
‘usual clauses common to all licenses and, in the case of nonexchusive
licenses, eqluitable treatment of all licensees, particularly with respect
to the royalty rate. - e
The royalty rates charged by the foundation vary widely asbetween
different patents, depending upon the importance of:the invention,
“whethei the lcense 18 exclusive, partially exclusive, or nonexclusive,
.the extent of the foundation’s investment in develogm’ent work, the
‘margin of the licensee’s profit, the assistance rendere by the founda-
“tion in thé promotion and commereial marketing of the licensed prod-
‘ugt and ‘the customary or established royalty rate in a particular in-
- dustrial field. ~ Licenses in the phiarmdicentical field, for example, are
at the royalty rate more or less common in the field, 5 percent of net
sales. On the other hand, thé royalty rate under the sabadilla seed
‘insecticide licenses.is 3'percent. of net sales. - Because of the manner in
which Warfarin is processed and marketed, g special royalty rate is
charged for its use as a rodenticide, whereas licenses covering its use
for human medication are at 744 percent of net sales. Graded scales of

160 The individusal descriptions in this chapter are based npon conﬁdenﬂal information
furnished the author and disclosed with the permission of the sources of the information.
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and processed cranberries licenses.

' royalty, related to the quantity sold, apply under the Nu-World cheese

‘Similarly, in thé foundation’s licensing of its expired and abandoned
patents a variety of royalty rates were used, depending upon the field
of operation of the licensee. The copper-iron, progesterone;, and
microdensitometer licenses carried a royalty rate of 5 percent of net
sales.  In the pharmaceutical field the Steenbock patents were in the
béginning licensed on a percentage of net sales, originally 10 percent
on ceitain products and 6 percent on -others, which were later reduced
. respectively to 5 percent and 3 percent; still later the Toyalties were

‘placed on & flat amount of 10 cents per million units of vitamin D
used. In the evaporated-milk field tge royalties were basged upon so
much per case of 48 cans of evaporated miﬁ;, ranging from 114 down
to 1°'cent per case, while in the fluid-mnilk field they were a specified
amotint per quart, ranging from one-tenth of a cent:down to as low
as one-fiftieth of a cent per quart; in other fields a flat-sum royalty
per year was charged:  On stabilized iodized salt for human consump-
tion the royalties charged under the stabilized iodine licenses ranged
Afrom 1715, to 25 cents per ton; on stebilized iodized salt or mineral
mixtures Tor animal consumption they ranged from 14 to 32 cents per
ton, depending upon the quantity of iodine nsed. - - =~
" The Rutgers Research and Endowment Foundation has 21 nonex-
- clusive licenses currently in effect inder which each licensee pays a
royalty of 214 percent on ret sales of streptomyein, 2 percent on net
sales of dihydrostreptomycin, which is covered by the streptomyecin
patent, and 214 percent on net sales of neomyein. - It-is the policy of
the foundation to license all reputdible and financially responsible
manufacturers upon equal terms. The foundation has not granted
exclusive licenses, except in one instance where a limited exclusive
license was granted to the sponsor of the research -who made applica-
tion forthe patent and assigned it to the foundation. P
*_Through. its biochemistry commiittee on: grants for: research, iSt.
Tionis University has granted 9 nonexclusive licenses under its Theelin,
Theelol, Antuitrin-S, and vitamin XX patents, all at 5 percent of gross
gales. "Without exception, its licensees have: exhibited an excellent-
spirit of cooperation, and the attitude and helpfulness of the first one
to obtain a license under the Theelin patent has far exceeded contract-
ual requirements. - The pattern developed. with respect to the licensing
of Theelin has served-ag the model for the successful handling.of the
later patentable’ discoveries. . The number of license granted urder
these four patents has been limited in order to maintain sufficient con-
trol over the reliability of the product: e T P
" The University of Tennessee Research Corp. has granted licenses
under the patents on 14 inventions, all of which have been income-pro-
ducing in some degree. - As is generally the practice, no standard
license form is used; individual contracts are drawn providing for an.-
appropriate minimum royalty, the amount depending upon the type
o? invention. No rigid licensing policy is followed, although Ten-
nesseans are given preference.in’the issuance of licenses, all things
being equal. ‘The general practice of the corporation is to grant non-.
exclusive licenses, as the patents cover the results of research supported
by public funds. Exclusive licenses are issued only in-unusudl cases,
when it is apparent that the public welfare.will-be served thereby, and:
- 'then only for a limited period of time. ‘
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- With '’ view. to'safeguarding the interests both of the public and of
Towa State College and taking into account the relation of specific in-
ventions to. agriculture and: the .other industries of the State, as well
a5 any-possible relation to life and health of both humans and animals,
the Towa State College Research Foundationhas since 1938 been highly
effective and successful in acting as patent management agent.for the
college and members of the college faculty and staff.. ‘It has granted
both -exclusive and nonexclusive licenses at varying rates of royalty
underthe patents it has administered. . Eighteen nonexclusive licenses
bearing a rO%a,ltyrof one-fourth of a cent per pound were issued during
the life.of a basic. patent, which has now expired; on a method of mak-.
ing blue-veined cheese. : As-the process covered by the basic patent’
made possiblethe development of a thrivingnew industry which would

" hardly have.otherwise occurred, the foundation considers. its experi-
ence with: this patent a vindieation of the philosophy of the United
States patentsystem.. .0 0L T

. Under the most productive patent.in its portfolio, en a method for

treating growing ruminants and preparing their feed material, the
foundation granted an exclusive license for:5 years to protect the large
development expense incurred-by the licensee, charging a royalty of -

b percent of the net selling price.. Similarly, an exclugive license was

granted on a-solvent-extraction apparatus and process at 5 percent of
the net:selling price; becanse of tﬁe large development investment re-
quired. 'On .another invention, of an earth.terracing apparatus on
which the patent hasiexpired, an exclusive license was also issued for
the life-of the patent at-a royalty of 4 percent of the selling price.

Because the patent was prosecuted and the necessary development work

was performed. at the licensee’s expense,.a sewage treatment method
wasexclusively licensed. . . oo 0 0 L Sl
-Under a 'sliecial Licensing arrangement, the Institutum Divi Thomae:
Foundation licenses its patents t6 a commercial company, Sperti, Ine.,
or its subsidiaries, who may manufacture under these patents.or may
sublicenssindependent manufacturers. © Sublicensees normally -pay’
royalty to Sperti, Ine., or itssubsidiaries, from whom the foundation
receives no:direct royalties but-instead holds a substantial block of
stock in those companies and its reéturn comes'from their overall oper--
ations. : Under this arrangement Sperti, Inc., and its subsidiaries are
responsible for the commereial exploitation of the inventions and bear:
the expense of patent prosecution and'maintenance: - - . T

" The CaliforniaTnstitute Research:Foundation has:granted. 1 exclu-
sive and 11 nonexclusive licéenses under: the patents included in its:
portfolio. - On the basis of a development program carriéd out by
the licensee, an‘éxclusive license:on an oxygen meter with-a 9 percent
royalty rate’ was issved: in exchange for production assistance. -One:
. nonexclisive license ‘on:the ‘foundation’s- contour: sénsing apparatus.
carries a 10 percent royalty'charge, as do the two-under. its radiation:

meter patent. - The royalty rate under the nonexclusive license on the
porons will construction is 9 percent, while under the licenses on the-
magnetic drum: readout it is one-half:of Tipercent: -Royalty rates on
the patented orthodontic appliances are charged at so minch per dozen’
ofeachitern, ooy bt s e s
=The foundation’si policy specifically precludes the use of exelusive’
licenses beyond-alimited pericd; except. in-the cisé of high develop-



CPATENTS AND NONPROFIT RESEARCH 57

' mental expenditures by the licensee or for other special reasons, and
‘then generally with a-suitable cancellation clause. In the case of
licenses for materials affecting public health, the foundation reserves
the right to control the quality of the product marketed and to reject
Jlicense applications when the proposed licensee does not meet the
" standards of ethics, quality control or market coverage deemed desir-
able for the purpose of making available to the public a stitable prod-
uct at a reasonable price in as many territories as practical. Because
-of the nonexclusive license as well as cancellation and quality control
. provisions in public health licenses, the administration of the license
isrelafively simple, . o ool
. Toinsure both national and international distribution of its paterited
[ coceidiosis vaccine, after approval by the Pure Food and Drug Ad-
" ministration, the Auburn Research Foundation has licensed dealersto
_promote its use. As an indication of the recognized effectiveness of
“the vaccine against cecal and intestinal coccidiosis in' poultry, more
.than 1 million doses were administered to flocks of poultry during
1954 and 1t was estimated that over 2 million doses would be used the
Tollowing year in the State of Georgia alone. S
* Under the one patent in its po'rt,i?oli(') which is income-producing, on
‘shoe construction and last, Noned Corp. has granted two exclusive
licenses under which the prime licensess have issued 10 sublicenses.
These licenses all fall into a pattern of nonassignable rights, either
" exclusive for a limited period of time (3to 5 years, subject to renswal),
with royalties to be paid on a percentage of the wholesale price of the
shoes or, in oné insfance, on the basis of a fixed amount per pair of
- shoes made under the license.” In all cases the royalty rite decreases
- as production increases ; the percentages start at 2 percent and the fixed
amount at 214 cents per pair. -~ - o
- Six nonexclusive licenses, arranged by a commereial concern in- be-
_half of the University of Michigan, under the three Bailey motors
“patents administered by the Engineering' Research Institute of the
university, provided for royalties on a graduated scale based upon the
" horsepower of the motor. Five cents was charged on a one-sixteenth
horsepower motor, 50 cents on a 1-horsepower motor and $1 on a 15-
" horsepower motor, ' In an exclusive license granted under the two
pharmaceutical patents, on thienyalkyl esters and basic esters of sub-
“stituted thienylacetic acids, royalties are based upon a grant by the
_ licensee of $4,000 plus a percentage of gross sales. L S
" Over the years Research Corp:. has. granted both exclusive and
“nonexclusive licenses with a wide variety of terms and royalty rates.
_ The general policy of the corporation with respect to licensing is to
“use the patent rights to promote the development and usefulness of
“the invention, to bring about its widest possible public use, and to
“derive reasonable royalty income theérefrom for the support of re-
“search in educational and scientific institutions, ~* . ;o o
In negotiations with industry, careful attention’i§ given to’ the
‘terms of the license so that the licensée will be encouraged to under-
~take the further developmental costs'that are almost invariably neces-
sary to-'bring the invention from the laboratory stage to that of'a use-
“ful and economic industrial process or product. - Asa matter of policy
“the corporation does not seek large initial payments for licenses, nor
“‘does it impose oherous minimum royalties. ' License feées are usually
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~in an amount sufficient only to assure that the licensee has a real
interest in securing the license. Occasionally minimum royalties are
imposed, but only in an amount sufficient to assure that the licensee
Wiﬁ cancel the license if he loses interest in the development of the
_invention,, T . _ o :
A rather frequent use is made; by the issuance of exclusive licenses,
-of the monopoly granted in the patent. The grant of an exclusive
license is essential in many instances if the licensee is to be induced to
risk the considerable investment necessary to fully develop the inven-
tion inte a useful product or process. IHowever, it is the corporation’s
policy to limit the exclusivity of the license to a few years to assure
the licensee that its product can be established on the market and its
-developmental costs recovered before competitors can market the
same product and take unfair advantage of the costly development
work which the first licensee has done. Upon the expiration of such
.an exclusive period in a license, the corporation uses its best judgment
as to whether or not other licenses should be issued, bearing in mind
'its own interests and the contingent interests of the inventor and his
institution, the degree of success that the licensee has achieved in
‘marketing the invention, and whether there would be any real benefit
.to the public from the issuance of additional licenges.
... However, as a general practice the corporation grants several li-
“censes on each invention. Under its pantothénic acid patent 11 non-
exclusive licenses have been granted, each with a royaﬁy'rate of 714
" percent of the bulk sales price, and 4 nonexclusive licenses have been
1ssued on vitamin B, 2 at 5 percent of the bulk sales and 2 at 214 per-
cent, one with & minimum royalty of $10,000 a year. TFourteen non-
-exclusive licenses have been granted on the cortical hormones, 5 of
them at 7 percent of the net packaged sales price, 2 at 1.4 percent and
TatO9percent. . . . 0 0 o0 L
Many of the licenses are at & percent of net sales, some with a mini-
mum royalty; others are at'a higher'or lower percentage. The three
nonexclusive licenses under the vitamin A patent carry a graduated
-scale royalty rate of from 2 percent to 114 percent of bulk sales, de-
pending upon the volume. One of the licenses under the synthetic
. crystals patent is at 5 percent of net sales and the other 2 at 10 per-
cent. Omne nonexclugive license, on a lens coating, iz at 20 percent of
the royalties received from sublicensees. Another, on pile fabrics, is
-at 5 percent of net sales and 214 percent of rentals. .. S
The exclusive licenses carry various royalty rates and are for various
.periods of time. Some are for 4 years, others for 5 or 7 years, while
one is for 8 yearsand another for 10 years, both with the provision for
termination after 5 years from the date of the first commercial use or
_ sale. The license on nystatin is for 4 years from the date of license
or:2 years from the date of the first commercial sale, whichever oceurs
first. Several of the licenses, both exclusive and nonexclusive, have
- been issued on a paid-up basis. a

.+ The Battelle Development Corp: has never attempted to use stand-
ard-type :léenses. The corporation’s extensive experience in han-
.dling patents has demonstrated that each agreement is an original one
- whi§1 must be worked out through negotiation. Under its electro-
‘polishing ‘patents, . for example, 50 nonexclusive licenses have been
- granted to interested parties to practice the processes, 1 exclusive li-
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cense has been issued for its use on twist drills and 7 nonexclusive dis-
tribution-type licenses are currently in effect. Royalty rates, which
necessarily vary on different produets, are based upon such factors
as ampere hours of electricity used, upon square feet of metal treated,
upon 1nstalled tank gallonage and upon quantity of solution purchased.

The corporation’s handling of licenses under its Xerography patents
is an excellent example of the way in which technological advances
in an art may necessitate subsequent changes in the form and scope
of a licensing arrangement. Originally the license agreement with
one company, was nonexclusive and covered a very narrow field, Later
developments and applications of the process, both by thecorporation
and by the company, restilted in so many significant invexntions coming
under the agreement that it became evident that the licensee really
controlled the field ; consequently, the license was made exclusive.

In its administration of three licensed inventions the Institute of
Inventive Research does not follow a uniform pattern in its arrange-
ments with licensees. The Poulter seismic process is licensed non-
exclusively, the Vibrotron device islicensed exclusively with respect to
certain applications and nonexclusively with respect to othérs, while
its loadbinder device is licensed exclusively. In addition to these
three inventions, the institute has been successful in éxploiting the
Youtz-Slick lift slab method of construction, a new type of drﬁling
tool and a mew metallurgical process under arrangements whereby
néw companies have been formed by venture capitahsts and all rights
in the inventions haveé been turned over to them for licensing, with the
1institute taking as consideration an equity position in the companies
- plus profit shaying. .. L e

Under a policy of granting nonexclusive licenses only, which may
be modified under special circumstances, the Armour Research Foun-
dation has some 60 licenses under its magnetic recording patents and a
half dozen in other fields relating to alloys and ceramics. The royalty .
charges vary according to the patent field covered. .

o ‘ ROYALTY INCOME _

From its Steenbock vitamin D' paténts the Wisconsin  Alurmni
Researéh Foundation obtained gross royalty incote of $14 million
through 1946 and $1,734,000 from Warfarin through 1955. Under
the expired copper-iron and stabilized iodine patents $652,000 were
received throtigh 1952 and $450,000 through 1955, respectively. The
other patents 1n the foundation’s current portfolio have brought in
varying amounts; in some instances less than the expenses incurred.

From the two income-producing inventions in its portfolio the

" Rutgers Research and Endowment Foundation has thus far received
approximatély $7 million in royalties under the streptomycin licenses
and $150,000 under those on neomycin, both domestic and foreign,

In 1951 8t. Louis University received $116,635 in royalties from the
licenses under 4 patents; most of it from the licenses on Theelin, the
patent on which expired that year, as did the one on Theelol. Since
then ‘approximately $12,000 a year has béen paid in royalties under-
the vitamin X patent and, through 19538, a lesser amount under the
Antuitrin-S patent. At-present royalty payments ag such have not -
beén the major income, but rather the return from investments derived

- from past royalties. :

s
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From .14 patented discoveries and inventions, which have been
ineome-producing the University of Tennessee Research Corp. has
received approximately $60,000 in royalties. More than half of this
ametint came from an apparatus for measuring cotton fiber. Others
producing in excess of $2,500 include a fertilizer process, a stelometer,
an apparatus for determining the physical properties of porous mate-
rials, an aerolometer, and several varieties of Tennessee strawberries,
with smaller amounts from the others. L N

‘During the past 5 years the Yows, State College Research Founda-
tion has received more than $260,000 in royalfies on 5 patented inven-
tions, over two-thirds of it coming from a short-term exclusive license -
on a method for treating growing ruminanis and préparing their feed
material. ~Of the total amount $168,000 was received during the
year ending April 30, 1956. Under nonexclusive licenses on a method
for making blue-veined cheese, on which the basic patent expired in
October 1955, the foundation obtained in excess of $200,000 in royalties
during the life of the patent. ' ' o

“Asmall number of the inventions covered by the 58 United States
and 16~ foreign patents administéred by the Ohic State Univergity
Research Foundation have been licensed, but only minor amounts of
royalties have accrued. Some of the other inventions are considered
important but may require further research to develop commeércial
applications. .~

_During the past 5 years royalties totaling $77,800 have beeh received
by the California Institute Regearch Foundation from licenses on 6
of the inventions included in its portiolio. OfF this amount $53,261
has come from those on an oxygen meteér and $15,238 from those on
crthodontic appliances, with small amounts from the licenses on 'the -

“Xn excess of $50,000 per year has béen dérived frorn licenses under
the'patent on a poultry vaccine, the only one of the two patents owned .
'by the Auburn Research Foundation which is income-producing.

Under its honey butter patent, one of the 14 income-producing pat-
ents held by the Cornell Research Foundation sinee its inception, the
foundation has received morethan $100,000 in royalties., Licenseson a
wine process have brought in a somewhat smaller return. Two other
inventions have each produced in excess of $10,000 in royalty income, -
while -less than $10,000 has been received .on the remaining 10, of -
which 6 have not brought in even $1,000. . : R

. Prior to 1949 royajties totaling $189,124 were received by the
Pennsylvania Research Corp. under a mushroom spawn patent and,
throngh May 31, 1955, additional royalties of $22,838 from licenses on
patented maghetostriction transducers and .of $10,258 from licenses
on patented helices. Under a patent development agreement with -
Research Corp., that nonprofit foundation has replaced the Pennsyi-
vania Research Corp. as patent management agent for Pennsylvania

State University. . .. o0 oo oo e
. Through November 30, 1940, 6 lcensees paid the University of-
Michigan $138,208 under nonexclusive licenses, arranged by its: En-
gineering Research Institute through a commercial company, under:
the 8 patents on the Bailey motors; out of this amount the commer-
cial company received $34,000 for acting as agent and handling the
lcenses:, In addition, an exclusive license on 2 pharmaceuticals, .
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'.'thlen a,lkyl esters ‘and- basié esters of ‘substituted thienylacetic:deids
; brought. in$24,000 in royalties foi the period ending February 6, 1956.
~"From its extensive patent portfolio Research Corp Has received: ap-
-proximately §1,500,000 & year in royalty income diiring the'past5 years,
ora-total of $7 447, ,896; 'Of that amount $2,657,682 has been paid un-
“derthe hcenses on v1tam1n B, 41,507,114 under those on the cortical
. hormones and $1,006,000 under those’ on pantothenic: acid. Licenses
~an 2 others, ergotr ate and vitamin A, hive brought in mors: than
"$5OO 000 each, while substantial amounts have been received under-a
inumber of the’ other patents 1nc1ud1ng those on 1nerth1olete Whmh
: explred in 1952 - :
‘Through the Battelle Development Cmp M 1ts Wholly owned patent
holding sub51d1a1y, the Battelle Memorial Instituté 1s the only one
“ia,mong the independent research orge,mzatmns which has obtained any
‘substantial return from its patent portfolio. " As of December 81, 1955,
“the Battélle Development Corp. owned of controlled- apprommately
_"90 United States patents on 33 mventiong which were earnlng some
“income. " Out of more than 200 patentable discoveries and inventions
‘developed and pronioted by the corporationand its parent 'organization,
.the Battelle Memorial Institute, only these 33 had produced income.
-One, Xerography, had earhed more than $750,000; another had earned
: apprommately $150,000, and ‘a third: apprommately $75,000. - Nine
"others had each earned somewhat less than $50,000, while 11 had each
~garned between $1,000- and $5 000 end none of t.he rema,lmng 10 had
: *earned as mtich a8 $1 000, o
50 F the 1nvent10ns ad:rnlnletered by the Inst1tute of Inventwe Re-
“gearch, the ihventions development division of the Southwest Research
. Instltute only three are- presently under licerise. ' ‘The Poulter seismic
“process has produced: $45,983 in royalty income; the Vibrotroh pré-
“¢ision ‘measurément devme, $45,496 3 and the loadbinder, $1,605.:
~ During the past 5 years the “Institute of Paper Ohemlstry has-re-
‘ceived $79,000 in hcensmg fees under 12 United States; 1 Canadian,and
Rl Australlan patents included in its portfolio. Although it has enj oyed '
~@ nominal income from patents in recent years, the institute does not
“view petents as an important source'of institutional funds. - Its primary
‘purpose’in obtaining patent protection is to keep the fields in questlon

B open forfurther 1nvest1gat10n andinquiry.

“On the two patents held by the Mldwest Reseerch Inetltute, abott

‘ $600 has been received in royalties under one-on a fiuid -bed-drying
process, which had been given to the institute, and only $25 under the
.other, which covers a metal-tréating process.

No licenses have been granted and consequently no return nas been
“received on the five chemotherapeutic patents ‘owned by the Mellon
JInstitute of Industrial Research, even though nonexclusive, Toyalty-
~free licenses- were: offered to & number of reputa,ble drug manufae-
:turers
EERIOHEN rURTHnR RESEARCH AND DEVELOPMENT

Further research and developrnent work ‘on a petentable dlscovery
-or-invention,  where necessary. for the improvement of the-finished
product or in order to obtain its public acceptance, is ordinarily. left
to the licensee. Exceptions may be made when such research or
development is supported by a grant-in-ald or a special research-and-
development contract. Public educational 1nst1tut10ns and their agri-
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-cultural and engineering experiment stations may perform further
work gra,tuitous?y_o,n an invention when its application is considered
likely to benefit the industries of the State or contribute to the general
welfare of its citizens. S e o
..+ Internal research is frequently conducted by both educational insti-
tutions and independent nonprofit research organizations on the im-
-provement of their patented and patentable discoveries and inventions
.and on new developments in the fields covered by the patents they own,
-as well as other fields in which the discoveries and inventions may -be
.applied. Also, when further research and development fits into the
general program of the institution, members of the staff are encouraged
to continue their efforts to make a promising product useful commer- -
_clally, with or without outside financial support. ‘ _
- Under the special licensing arrangement with Sperti, Inec., and its
subsidiaries, the Institutum Divi Thomse Foundation will conduct
further research and:development on licensed inventions when neces-
sary, which is usually supported by direct research grants from the
appropriate companies. . However, the amount. of such research con-
stitutes -a very small part of.the overall research activities of the
Aoundation. - . .. S . . S
‘The Battelle Memorial Institute will provide funds so that its staff
- members'may investigate and develop ideas of both staff members and
outside inventors, en’ which.industry does not feel disposed to spend
‘money.- If an idea shows promise, the institute will provide the funds
for the research and then, if such research improves the possibility
-of further development of the idea, the Battelle Development Corp.
-will take it to industry. . This practice has resulted in new ideas being
made available to.the public which it would not have otherwise en-
-joyved.- An éexcellent example in point is Xeregraphy, which was
turned down by a'large number of mdustrial organizations before the
institute underwrote its development. . SR . e
' - The few nonprofit patent management organizations which accept
-patentable discoveries and inventions submitted by independent or
free-lance inventors will.conduct the further research and develop-
~ment required only when financed by the inventor or through a spon-
sored project from an industrial company having a possible interest
in the invention. Educational institutions.and independent research
- institutes will assist their own personnel or seek financial support from
~outside sources, either directly: or through affiliated foundations, to
enable them to develop an idea which possesses prospects of contribut-
ing to the advancement of science or of enhanecing the general welfare
POLBCOIOINY: v o sl ups e oo e S
- Further development of the Inventions handled by Research Corp.
-under its licensing program is ordinarily left with the licensees.  While
-the: Inventor. is usually-consulted by .industry; there is normally no
continuing development work in the laboratories of the inventor’s
institution. On-oceasion,-however, a cooperative program may be
developed under which the inventor continues research in his field of
interest jointly with the licensee. - Agreements eovering such programs
-sire worked out in acecordance with the ingtitution’s poliey concerning
“thistype of cooperativeregearch. -+ - o '
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DISTRIBUTION oF PATDNT REVENUE -

Many of the ‘educational. mstltutlons havmg forma.hzed research.
and patent policies provide .in those policies specific arrangements
for the distribution of any income accruing from patents which may
result from the research activities'of members of their staffs and facul-
ties, as. well as recognition of the rights and equities of the inventors.
Others handle each case on its merits and, through mutual agreement,
allocate in advance the anticipated patent revenue® - The affiliated
patent management foundations and Research Corp, follow similar
procedures, as do most of the mdepend{mt nonproﬁt research
‘organizations. -

en an 111vent10n is ‘assigned to the T¢,Vlsco:ne*,11'1 Alumm Research
Foundation, a: standard contract is made with the inventor, under
which he, or his estate, is paid-a 15-percent royalty on the net avails
derived from the patent;, after the expense of securing, maintaining;
and defending it have been repaid to the foundation,. The remaining.
85 percent of the net retuirns accruing to-the foundation is invested by
the foundation.- The income from the foundation’s investment port--
folio is turned: over to the Unlvelslty of ‘VISCOHSHI :Eor the Supportk
of scientific research. -

The contributions to the umversﬂzy are made annually, Wlthout re-
striction as to their specific use; their administration is.the responsi-
bility of the university., By far the larger part of the finaneial aid
which has been thus given to the university has been used for the sup-
port of specific pro]ects proposed by the several departments in the
field of the natural sciences. “These projects are administered entirely
through the university research committee of the graduate school and
the seiectlon of the‘approved projects and the manner of their prose—
cution are in'no way-controled by the foundation..

“The entire net income of the Rutgers Research and Endowment'- o

Foundation is devoted to the support “of scientific research and grad-
unate instruction at Rutgers University conducted in the Institute
of' Microbiology, a department of the university devoted primarily
to basic research and graduate study in microbiology. The building
occupied by the institute, which contains laboratories, a pilot plant.
and classrooms, was equipped.at a cost of approximately §3,500,000
paid from royalties received by the:foundation from licensees and
given by it to the university, The balance of the royalties have been
devoted to the annual operating budget of the institute and to the ac-
cumulation of an endowment fund for the institute. -

As the patented discoveries and -inventions- admmlstel ed . for St
Louis University by its biochemistry committee on grants for research
were all voluntarily assigned to the university, the inventors have not
. réceived any of the royaltles “Their salaries, which conform to those

paid other members of the medical school faculty, are derived in whole
oot in part from the royalty income received under the patents, as are
salaries of other faculty members, graduate student stipends, supplies,
“and equipment for other departments of the university as. Well as the.
department of blochemlstry : .

" 18 Paimer, University Patent Policies (1952), PD. 28—229 and -Su fmiajernent to University-
Patent Polcies and Practices (1955), D, 46—90 alsp Survey 0 nwersity of Patent
I’olieies (1948) pp 109—116 e
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As a general practice the University of Tennessee Research Corp.
bays the inventor a share, averaging about 15 percent, of the gross
revénte ‘dérived “from . the:patents 1t -administers. . The remaining
ineome ‘s allocated by the board of:directors of the corporation -to.:
research projects at the:university, for development: work and ex-
penses incurred in-the promotion of the invention. Because of its
policy of sharinyg liberaily with the invéntor Whatever income may be.
réceived;: fa.oulty members have been. willing to assign their pa,tents
and pendmcrpatent applicationsto the corporation: - - -

Under the research and patent policy of Iowa State College, as
adopted by the Towa State Board of Education, all net revenue from.
patents handled by the Iowa State College Research Foundation
reverts ‘eventually to the college, where it is used in the form of
grants-in=aid to stimulate further research, not necessarily related to-
the patented ‘invention: The policy also prOVIdes that the inventor:
shall receive abonus -equal-to 15 percent .of the net recelpts from.
the Jicensing of his patent, to be. paid annually as accrued. :

“As 1o 51gn1ﬁoant incoroe has been-obtained: from. the- patents held-.
by the Ohio State University Research Foundation as patent manage-:
ment-agent of the Ohio State University, no established policy Tor
the use of such income has been adopted by the university. = How-
ever, under the provisions of the Ohio State statutes all rights in and
to patentable discoveries and inventions resulting from research’ con- .
dueted In any department or laboratory ofithe wniversity, including.
the State engmeermg experlment stamon, sha,ll be the sole property
of: the: university. : B

“Thé income received under the speclal ]1censmg alra,noement theé
Institutum Divi’ Thomae' Foundation has with Sperti, Inc and its:
subsidiaries is all plowed: back into-the research and educatlonsﬂ-
activities of the Institutum. Divi Thomae. - No inventor receives any-
- individual return ;- the staiff of the institute is dedicated to research

and-is quite’ sat1sﬁed that: mcldental returns from their. a.ot1v1t1es he:
used for: the common good. ,
~From the gross: patent revente! recewed by the Cahfornm Insmtu’re.
Research Foundatlon on-each invention: 15 percent is réserved for the.
inventor-or inventors. -Afterithe payment of cost of patent: draW—,
1ngs and. certain clerical, legal, and filing expenses out of the remain:
ing 85 percent,:the entire balance is turned. over to: the Cahfornm;
Institute of’ Technology for furtherresearch. - -

- The research and patent policy of the Auburp Research Foundatzon :

~ which is also applicable to the faculty and staff of the Alabama Poly-..
technic. Institute, provides that the foundation will pay an inventor
a'minimum ‘of 15 percent: of the net proceéds from any patented dis-v
covery or invention assigned to the foundation for management. The-
amount ‘may: be:varied by the boatd: of directors of the foundatlon,:
dépending upon: the circumstandes under which the invention was.
made.: The'remaining:money-is-used -as unrestricted funds for the.
support of research- of benefit to the State of Alabama. and the south-
ern region, conducted by the personnel either of tho fouudat]on or: of_;
the institute.

Patent revenue received by the Cornell Researoh Foundatmn f 3
its incoine-producing patents:is nltimately used for appropriation.to
the Cornell University faculty research grants committee, which dori-:
siders a.pphoatlons from faculty members for grants to assist them in
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“their research activities, These grants are made in fields, particularly
_the humanities, where outside support is difficult to obtain. Tn mak-
- ing its grants, this committee gives no consideration to the possible
" production of patentable inventions. ~ Under the patent development
_agreement with Research Corp., which presently handles patents for
“the university through the foundation, the inventor is given a share,
-, ordinarily 7 percent, of the gross income derived from the sale or ex-
" ploitation of patents on his invention. . . . o
... Out of the income from the patents it manages, the Pennsylvania
. Research Corp. providés financial assistance to the council on research
- of Pennsylvania State University for its program of allocating money
“to the members of the faculty and staff of the university for research
.0n projects for which the necessary funds cannot be obtained from
-other sources,. Under the research and patent policy of the university,
the equities of an inventor in his invention are recognized and he re-
.-ceives a just compensation from the net proceeds from patents obtained
_on. the invention, the determination in each case béing made by the
. council on research. At the time of his employment-every member
. of the university’ faculty signs a memorandum of agreement which
" includes his acceptance of the general policy.of the university.
... When an inventor.at the University of Rochester assigns a patent
-+ t6.Noned Corp. for management, the university enters into an agree-
" ment with him providing for a fixed percentage of the royalty income
. to be paid to the inventor; the percentage varying from 15 to 50 per-
' ‘cent depending upon the inventor’s relationship to the university and
the conditions under which the invention was made. All of these
—.agreements provide for the major portion of the net royalty received,
. less the amount paid directly to the inventor, to be used in support
- of research in the scientific field or in the specific laboratory in which
theinvention.wasmade.. . .0 L L
©Royalties obtained from patents administered for the University
..of Michigan by its Engineering Regearch Institute are placed in the
‘expendable trust funds of the university and are subject to disposition
~by the board of regents of the university. Thereisno standard policy
- with respect to the percentage of the royalties given an. inventor,
. which is determined in each case by the board after a’separate review
-of the circumstances surrounding the making of the invention. .
" Sponsors of contractual research performed under the auspices of
_the Engineering Research Institute may, upon-payment of a special
- 'patent charge, obtain a 6-month option of acquiring:ownership.of
. .any patentable discoveries or inventions made during the performance
".of the sponsored research project, If the sponsor exercises the option,
‘he pays an inventor’s fee-of $100 for each patent application or divi-
sional application. Otherwise the sponsor is granted an irrevocable,
< nonexclusive royalty-free licenge under any patents issued, as a regult
" of the project, to the university or to any of its employees engaged on
‘the project. All university employees participating in the sponsored
research activities of the Enginering Research Institute execute in-
. ‘ventor’s agreements which enable the university to fulfill its contrac-

‘tual obligationst® | oooio 0 e R
" As previously discussed in the chapter on patent management,'®®
the patent-development agreements with Research Corp, provide for

12 Polmer, University Patent Policles and Practlees (1865), pp. 141-142.
26 Pp, 86-38 spura, .
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the equitable sharing of the income received from its management of
-patents in behalf of colleges and universities, other nonprofit organ-
1zations and individual inventors. In accordance with the speeific
terms of each agreement, the inventor usually receives a prearranged
percentage of the income derived from his invention. . .
Under an institutional agreement the inventor’s share is paid directly
to him by the corporation, when it does not exceed 15 percent of the
gross income, and the remainder is divided on & 50-50 basis between
the corporation and the institution; after deducting those expenses
incurred with respect to foreign patenting and litigation to assert the
validity of the patent. If the inventor’s share, as established by the
institution, is greater than 15 &)ercent, Research Corp., after deducting
the specific expenses referred to above, retains 4215 percent of the
incoms and pays over the balance to the institution for division between
th?_institution and the invenfor in accordance with the institution’s
. policy. P T T
Through its grants-in-aid program the corporation devotes its share
-of the patent revenue to the support of research and scientific inves-
tigation in educational and scientific institutions in the United States
and in foreign countries. The corporation also uses for this purpose
the income received from its' wholly owned subsidiary, Research-
Cottrell, Inc., which handles the electrical precipitation business based
upon the original patent rights giveén by Frederick Gardner Cottrell
" to establigh the corporation in 1812, -~ - - a
- Research Corp. also administers inventions given to it by inventors
who are not affiliated with any institution, or inventors who are affili-
ated with an institution with which Research Corp. does not have a
general patent agreement. Naturally the terms of these agreements
- vary from case‘to case.. A share of any income derived from an
invention handled under such an agreement goes to the inventor and,
in many instances, those associated with him in the technical develop-
“ment of the invention. The maximum share that goes to any individ-
~ual or group of individuals is limited by the corporation’s own policy
to 25 to 35 percent of the gross income. The balance is retained by
Research Corp. for its own corporate purposes in the support of its
grants-in-aid program, in some instances earmarked for the support
of research in a fleld of particular interest to the invertor or, in those
cases where the inventor is associated with an educational institution,
~ ashare is usually paid tothat institution. 5
" After dedueting the inventor’s share, where applicable, all of the
income received from the sale or licensing of a patent administered
by the Battelle Development Corp. is aﬁded- to the corpus of the
‘Battelle Endowment Fund and is used for the furtherance of research
at the Battelle Memorial Institute and the general purposes of the
institute. A percentage of the royalty income from the iiiventions
- of free-lance inventors not on the staff of the institute is shared with
the inventor on the basis of the stage of ‘devélopment of his idea at
“the time it is accepted by the corporation and the amount of his own
“funds previously expended in the déevelopment of the idea: The rate
varies with each individual situation bat in -fio event is lass than 10
to 25 percent of the net receipts and might be as much as 50 percent.





