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claimed compounds with both the pnmary and secondnry refereitcs
compounds; that a showing of activity 4.7 and 1.6 times that of the
prior art is insufficient as 4 matter of law to establish patentability;
and that prior art cannot be eﬂ'ectwely cited by appellants to rebut
teachmgs or suggestions in prior art cited by the Exa.mmer. RS S

" [8] The decision of the Board is affirmed,

- AFFIRMED.

. Wonrey, Ohlef Jutiyﬂ, eencura In the result,

U.8. Court of Customs and Patent Appeals i

IN B% ALIOK T8AA0S AND JEAN LINDENMANN : _ i 3 : :
No. 71851, Decided July 1, 1965 ' ' BRI S
[52 CCPA —; 347 F.24 887; 146 USPQ 193]

1. PATENTABILITY—UTILITY~PHARMACOLOGICAL SUBSTANCE—EVIDENCE—IN ViTRO
TEsTS,

“One thing seems clear: both the Examiner and the Board feit that appel-
lants should have submitted evidence of in vivoe tests. Neo authority has been
eited and we have been able to find none which requires that in erder to secure
a patent, utllity of a pharmacotogically actlve substance must be proved by
in vivo testing. The mere fact that the claimed inventlon may have possible
utllity in vivo does not warrant disregard of in vitro activity where the claims
are not imited to in vivo use. * * * Indeed, it 18 doubtful that the viral o S . .
interfering activity could have been initlally discovered in vivo” o P s ) !

2. SAME—SAME—SAME—SAME—SAME, o U ES

“It 18 our opinion that the {nstant disclosure would satisfy one of ordinary
skill in thig particular art that the claimed invention possesses the alleged
utllity. Even more to the point, however, it seems manifestly plear from the
record that the alleged utility ts not ‘Incredible in the light of the knowledge
of the art, or factually misleading.’ In such a case, it is clearly Improper for
the Examiner to make a demand for further test data, which as evidence -
would be essentially redundant and would seem to serve for nothing except

_ perhaps to unduly burden the applicant.”
B. SAME—SAME—~SAME—IN ViTRo Urmiry—35 U.B.C. 112,
' Upon review of the rejection under 38 UR.C. 112 of the claims of appel-
lants’ application, entitled “Production of Viral Interfering Bubstances,” be-
cauge, in the words of the Board of Appeals, “appellants’ application does
not tell us how this material iz to be put to use or even how it 1s to be pre-
pared or treated to put it into a final nsefn! form for appllcatto_n to a partie-
ular subject, apimal or vegetable,” Held that “* * * we think appellants’ -
specification clearly shows how to carry out the process of clatms 1-17, to' = =
obiain and {solate the product of claime 18 and 19, and further enables one \ T
skilled In the art to make yse of that product in connectlon with the asserted
in vitro utility”; that & specified disclosure in appellants’ application “* * *
tells & skilled worker in this fleld al) be needs to know In order to carry on’
y : R : further research and investigation”; and that “appeilants' speclﬂcatlon aatie-
R o _ fles the requirementa of section 112.”
) 4. Craru—InpEFINrreszss—35 U.8.C. 112,
Upon review of the rejection of appellants’ claims on the ground that they
fail to define appellants’ invention with the particularity and distinetness
required by 85 U.8.C. 112, Held that “When the words ‘viral interfering ac- .
- tivity' are read In the light of the specification, it 15 clear that they define-
the property of the attenuated virus in interacting with the other live virua LN
in the iiving cell materiel fe produce the viral interfering pubstance”; that o L b
“Broad, but clearly well defined ranges of the activity of the attenuated virus Y ’
o - are thus functionally specified”; that “We cannot concelve how else appel-
: lants could describe the activity as clearly and convenientiy”: that “certatnly
an applicant may so define his terme in the spectfication In a ploneer area such

r
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s this” ; and that * ‘viral lnter!erlng activity' is an adequate functlonal limlta-

tion governing the degree of inactivation of the attenuated vh-ua, am! Is such
as to convey definlte meanlng to one skilled in thisart.”

Arprar from the Patent Office, Sarml No, 734, 106
REVERSED. '
Albert I, Jacobs, Jamas W. Dent for appsllants,

Clarence W. Moore (Fred W. Sherling of counsel). for the Com-

missioner of Patents.
Before WorLey, Ohief Judge, and Riciz, MarriN, Smrrs, .and
Aryonp, Jr., Associate Judges
S»rre, J., delivered the opinion of the court,

On May 9, 1058, appellants filed application Serial No, 734 106
for a patent on “Production of Viral Interfering Substances.” On
this appeal they urge error in the Board’s decision, adhered fo on
reconsideration, sustaining the Examiner’s rejection of all the claims
in that application.

The claims, 1-19, define a process and a product produced by the -

process. Claims 1 and 18 are illustrative and read:

1. A process for the production of a viral interfering substance which com-
prises incubating in & materlal selected from the group consisting of: Uvlng
animal ceils and tissue in An agueous medium in the presence of oxygen 4 virug
Inactivated wotll it has lost {ts power of reproduction but st{ll having viral
interfering actlvity and thereafter separating the aqueous medinm containing
the viral interfering substance from the material.

18. A viral interfering substance produced by the process of clalm 1.

When the claims are read in light of the dlsclosure, it is apparent that
appellants have discovered that the known ‘“viral interference” phe-
nomenon, i.e., the fact that an attenuated virus will inhibit » live virus,
involves an intermediary substance distinct from either virus. Ap-
pellants term this material “viral interfering substance,” or “Inter-
feron.” As they point out in the specification:

Viral Interference s a phenomenon in which one virus interferes with the
growth of s second virus in living tlssues or cells. This interference is not an
immunologlcal effect and may occur when the interfering virug ls non-infective,

We have found that during the induction of a viral interference by non-

infective virus, a viral interfering substance distinct from the non-infective
virus is produced. The viral interfering substance, which we call Interferon,

is formed by the interaction of inactivated virus and lving cells, and its actlvity

mey he recognized by its ability to inhibit the growth of living viruses.

It seems quite clear that this is a pioneer field, for the Patent Office® !

applied no prior art in rejecting the claims., Perhaps it is for this
reason, the fact that the invention lies in relatively virgin territory,
that it has been so difficult for us to ascertain the precise grounds
relied upon by the Patent Office to support its rejections. A fter much
study of the record, we have determined that the rejections are based
on 35 U.S.C. 101 and 26 U.S.C. 112. In particular, there is a rejec-
tion of all claims for faillure fo prove utility, under section 101; ¢
rejection of all claims for failure to disclose how to make and use the
invention, under section 112; andl a rejection of all claims on the:
ground that they fail to define the invention with the particularity
and distinctness required by section 112. We shall consider these
reJectlons separately, in the order stated :

'L Seatm 101: Proof of Utility,
The Solicitor treats this case as one wherein the objestion was

directed to fadm-a to prove any asserted uiuhty, rathar than one in
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which the objection was on the ground that rione of the asserted IEREE S The
PR utilities would satisfy section 101 even if proved. Thisseemsat first . - [ Lo 7o to the
o " glance a fair appraisal of the Patent Office’s position here,but it is .~ -~ . < | 00 N‘;’tc‘i
enlightening to consider the various ways in which the section 101 ' : o ';:zop:m.
re;ectlon was expressed during the prosecution of the application. . .~ . F. . évidenc
Thus, in his letter of November 18, 1958, the Examiner stated: - = RN S i adai
Thé €lalme ate further rejected for lack of demonstinted utility in the aAbsence e S gronndi
6f a shawing that the sompesitions ave nate, effeative and reliahle far thele . SR .. . this rel
" Intended purpose. R - - . - We
Such language, of course, calls to mind the familiar problem of “hu- - E o  ful re
msn utility,” with which this court has had to deal many thmes. See, | - S8 T the E:
e.g., I'n re Hartop, 50 CCPA 780, 311 F.2d 249, 135 USPQ 419; In I . mitted
re Krimmel, 48 CCPA 1116, 292 F.2d 948, 130 USPQ 215. In his - o SARE we ha
next letter, on January 12, 1960, the Examiner stated: ' e o 5 ' " a pate
The clalms are further rejected for lack of demonstrated utity in the absence - : proved
of any showing that the composition is safe, effective and reliable for its In- : : o B
tended purpose. Merely stating that It interferes with the growth of a few “ CE R n'fay h
viruses Is not considered a sufficlent demonstration of utllity particularly since | =~ ;- . vitro 8
there {8 no Indfeation of how such experimenis were performed, amount of ! = Lo _ Inre i
material used or the like. : ' SR is dout
. : This passage seems to indicate a subtle shift of posiiton. But itis = L ~ discove
' not clear whether the Examiner simply did not believe that the com- : SRS Mort
position would interfere “with the growth of a few viruses,” or , : SRR to have
whether he was concerned with the sufficiency of the disclosure of o o not suf
how to use the compound under 35 U.S.C. 112. _ AR SRR o s extr
In response to the letter of January 12, 1960, the attorney for : S ' be reas
appellants entered an amendment and rematrked: . e . _ relevan
On the matter of utfilty, there 1s ample showing already of record and appli- o - ST The
- cants have not merely stated that Interferon Interferes with the growth of a - S A . cal teat:
few viruses, as they have gone much further as carefully explained in the record, : - : Lo with ple
Nevertheless, applicants wilt endeavor to meet any reasonable requirement and, s ’ : - Lo interfere
for thig purpose, It is respectfully requested that the Examiner 1ssue an advisory . . co gre inecal
action based upon the amendments and the foregoing discussion. o o yield of
Responding to the above request in a letter of July 12, 1960, the = = X B previous
Examiner stated: ' DR S ' live Influ -
) ; : : glutinin
The claims stand rejected for lack of demonstrated ntility for the reasons o R )
fully set forth in the final rejection * * * of Jan, 12, 1980, * * + I . Nowher
The next statement pertinent to the question of section 101 umhty S oo cation 1
appears in the Examiner’s answer of May 8, 1961 : e descript
The claimy are further rejected for lack of demonstrated utility. No evidence - . =~ TR such ut
of record shows that the Interferon has been utilized In vivo in any anrlmal, . - - ’ B ) Furt,}
human or otherwise. The tests noted by spplicants in the brief, pages 7 and 8 ) : g’ R - We seru
are {n vitro tests. It {8 well settled that in this art the two types of tests do ‘ PRI Novak,
not necessarlly compare. * * * [O]bviously the average physician is not going SR L In our
to try a completely untested material nor experiment to determine what might ' o - : allegatior
be an effective dosege, and how It might be administered to be most effective, : _ in the ar.
He galso would not barter the Hves of his patients for the remote possibility SR S o . broper fo
that he may prove that this unknown and untested material is or is not effective f AT More re
fn the treatment of a particnlar diseage, * * * i T USPQ ¢
This statement is somewhat bewildering. First the Examiner indi- . L S We apg
" cates that the rejection is for failure to prove an asserted utility., He o R :: (:,;1;2 :
then goes on to point out that in vivo tests were apparently not made - cancer, w
and implies that in vitro utility, however belisvable, is insufficient ' ' edge of ti
for purposes of section 101. He then concludes with statements in- : : utility by
dicative of a concern both for the problem of “human utility” and P : fo] It

; of ordin

the problem of “how to use,”
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The Board’s decision unfortunately prov:des no added ms:ght s
to the real basis for the rejection. As stated by the Board::

Not only is there lacking In the application a showing of how the invention
product or process 18 to be used, a déficléncy under 35 €.9.¢; 112, but there 1s

ne proof of operativeness or usefulness,  As the Examlner states, there 1z no
-evidence of #h vive ailmal or human tests. Certalnly no competént evidence

Ii adduced which suggeésts the BExamtned erred in rejecting the elaims on the
ground that they lnecked nemauatmted ntility. Aeee!dlngty. we will rlso sustaln
thia rejection,

We have tried to ra.tlonahze the above statements into a meaning-
ful rejection under section 101. [1] Ome thing seems clear: both
the Examiner and the Board felt that appellants should have sub-
mitted evidence of in vivo fests. No authority has besn cited and

we have been able to find none which requires that in order to secure .

a patent, utility of a pharmacologically active substance must be
proved by in vivo testing. The meére fact that the claimed invention
may have possible utility in vivo does not warrant disregard of in
vitro metivity where the cleimg are not limited to in vivo use. See
In re Folkers, 52 CCPA —, — F.2d —, 145 USPQ 390. Indeed, it
is doubtful that the viral mberfermg act1v1ty could have been mltmlly
discovered in vivo.

Moreover, in consistently requiring in vivo test date, the Office seems
to have implied that appellants’ allegations of success in' vitro, while
not sufficient under section 101, were at least credible. Certainly it
is extremely doubtful that any of the statements quoted above could
be reasonably interpreted as a call for in vitro test data. The most
relevant portion of appellants’ disclosure states: -

The activity of the viral interfering substances may be méasured by a biologl-
cal test and it can be shown in the following way, The substance s mixed

with pieces of chick chorio-allantoic membrane for 24 hours at 37° O. to allow . .

interference to become established. It is then removed and the membrane pieces
are incubated with live Influenza virus. In guch an experlment only a very low
yield of virns will result as cémpared with control pleces of membrane not
previously treated with viral interfering substance but similarly incubated with
Hve influenza virns. The yield of virus i3 conveniently measured by the haemag-
glutinin tltrgtlon test.

Nowhere in the record have we been able to find the slightest indi- )

cation that the Exsminer or the Board disbelieved the foregoing
description of in vxtro utility, or that they ever called for proof of
such utility.

Furthermore, even if there had been a call for in witro test data,

we seriously question the Examiner’s discretion to make it. [n re

Novak, 49 CCPA 1283, 306 ¥.2d 924, 134 USPQ 355, we said:

In our opinion, when an appleant bases utility for a claimed luvention on
allegations of the sort made by appellants here, unless one with ordinary skill
in the art would accept those allegations as obviously valid and correct, it is
proper for the Examiner to ask for evidence which substantiates them, * * *

More recently, in /n re Citron, 51 CCPA 852, 325 F.2d 248, 139

USPQ 516, we had occasion to expound the Novafc case, and stnted '

We approve the Board’s deciston afirming the rejection based on section 101

and the rationale that where claimed compounds are alleged in the specification
to have a utility of ss much publle importance as is the effective treatment of

cancer, which elleged utility appears to be incredible in the Hght of the knowl-

edge of the art, or factually mlsleadlng. appllcant muut establlsh the asserted

utility by aceeptable proof, * 3 *
{2} It is our opmmn that the fnstant dlsclosure would satxsfy one

.of ordmnry skill in this partmulur art that the clmmed invention

T

ams |
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possesses the alleged utility. Even more to the point, however, it .
seems mamfestly clear from the record that the alleged utility is not
“incredible in the light of the knowledga of the art, or factually
misleading,” In such a case, it is clearly improper for the Examiner
to make a demand for further test data, which as evidence would
be esséntially redundant and would seem to serve for nothing except .
perhaps to unduly burden the applicant.

For the foregoing reasons, we hold that appellants have disclosed
and claimed an invention which meets the reqmrements of section
101, i.e., that the invention is “useful.”

I1. Section 118: How to Make and Use

: [8} The claims were also rejected, in the words of the Board,

: “because appellants’ application does not tell us how this material -
: is to be put to use or even how.it is to be prepared or treated to

put it into a final useful form for application to a particular subject,

animal or vegetable.”

To the contrary, we think appellants’ specification clearly shows
how to carry out the process of claims 1-17, to obtain and isolate the - . . - §°
product of claims 18 and 19, and further enables one skilled in the - :
art to make use of that product in connection with the asserted in :
vitro utility. Asstated in the specification: -

The inactivation of the virus from the infectlve state to the non-lnfeetive
state may be carrled out in a known manner, for example, by heating or by
subjecting It to ultra-violet lighit. The inactivating treatment is generally such
as to abolish or greatly reduce the infectivity of the virus, Whilst retaining its .
interfering activity, Heat treatment at 68° C. for 1 hour is sufficlent for this
purpose ; heating to 60° O, would destroy the interfering activity of the virus.

o The procedure for the production of Interferon wiil generally be to infect the
i cell material or tissue with the inactlvated virus, for example the Melbourne
; (1935) strain of {nflyenza virus A, by incubating the cell material or tigsue for
a rélatively short time, of the order of one to three or four hours, in a medium
containing the virus. The cell material or tissue iz them removed from the
medinm and washed free of It so that the virus Is not carried into the fresh
medium in which the cell material or tlssue 1s thereafter Imcubated. Iu order -
to obtain good ylelds of Interferon adequate oxygenatlon of the cell material
or tissue is necessary during incubation, which is carrled out in a buffered salt =
golution, for example Earles' solution (see R, O. Parker, “Methods of Tlasue
Culture,” 1950). This incubation is carried cut, most advantageously at hlood
! heat, for a relatively longer period, for example overnight, and the Interferon
[ is spontanecusly lberated Into the medium. With heat-inactivated virus the L
bulk of the Interferon is liberated between 3 and i2 hours after commencing = s
incubation, but with ultra-violet inactivated virus liberation may continue for S
2or 3days,

The medium confaining the Interferon is then separated from the cell mate-
rinl or tissue and may be treated In varlous ways to purify and/or concentrate
the Interferon., Thus the Interferon may be precipitated from the medinm by
paturating it with ammonivm sulphate. The precipitate may be dissolved in
Barle's buffer golution. Ammontum sulphate carrled Xnto the buffer solution
may then be removed therefrom by dielysis. !

The Intexferon in this solution or in the original medlum may be purified by |
dialysis against & buffer solution; Interferon is stable at pH 2 and when so

. dialysed at this pH some materlal precipitates leaving Interferon in. solution.
Interferon 1s also stable under other pH conditions, and s stable for at least
two weeks af 2° Q. Unllke pancreatic ribonuclease, it 1s wholly or partinlly
Inactivatedat 80° C. . .

The concentration of the Interferon in golution In the origing] medium or in
a fresh solution safter preclpitatlon may be Increased by pressure dialysis;

through, for example, a Visking celiulose casing at a pressure of 600 mm, Hg; - . : '_ .
the volume of the solution may be reduced ﬁo-told Or more by thia methed, ' : -
leaving Interferon wltlxln the’ dialynla gac. |
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R . - Interferon can be distinguished from the original ingetivated virus by several S e
4 : ‘ L _ptopertlee, ‘namely its Inability to agglutinate red blood celly, _its reafatance -
to the neutralising action of viral antisexum, and it lower sedimentation rate.
-1t 18 not measurably sedimented by centrifuging at 100,009 ¢ for 14 hour or
20,000 g for 2 hours, although the same treatment- remnoves all Interfering
© activity from inactivated viras.
We have quoted at some length from appsilants’ spesification be- o
eause we think the diselesure eontained therein speaks for itself meost .
eloquently regarding the question of how to carry out the claimed
process gnd produce the claimed product. The foregomg, and other- .= - .
equally detailed and comprehenswe statements in the speclﬁcatlon TR
clearly describe, first in general terms and then by specific example, :
the preparation of Interferon; and we are more than satisfied that -
a person skilled in this art Would thereby be enabled to use the claimed
process to prepare the claimed substance. -
Referring to the guestion of how to use Interferon once it is ob-
tained, the Board said: -
* » » The specification does not inform us (1) what quantities safely may be
! o " administered to a subject, human or animal, (2) how this material may be
. . : adminls_tered, or (3) what the effect of any quantity of this material on a lving
: subject may be. It is not daclosed that when applied in any certain manner
to -treat any certaln, specific virus contained in any certain animal subject -
the resultant gain or change will mnke the treatment worth the application, _ _
In view of our holding that an unchallenged allegation of in vitro = .
utility is sufficient for purposes of section 101, these objections become -~ -
moot. As for how to use Interferon in an in vitro application, we
have already set forth the relevant portion of the specification, the
gist of which is that the “substance [Interferon} is mixed with pieces.
of chick chorio-allantoic membrane for 24 hours at 37° C. to allow
interference to become established.” The membrane pieces are then
“incubated with live influenza virus” and the yield of virus “is con-
veniently measured by the haemagglutinin titration test.” We think
such a disclosure tells a skilled worker in this field all he needs to
know in order to carry on further research and investigation. .
We therefore hold that appellants’ speclﬁcatmn gatisfies the requn‘e-
ments of section 112.

IT1. Section. 112: Definition of Invention

The final ground of rejection was on the basis that the “claims fail
to properly define the invention.,” As stated by the Board:
* * * The essential feature of these clalmed processes and produets allke is the
incubation in living animal cells and tissues of & virus which is Inactivated untit
it haa lost its power of reproduction but still has a “viral interfering activity.”
‘What this viral interfering acti.vity amounts to and the nature end extent of .
its Interference are not speclfied in the claims and even In the clalms where '
such source virus is indleated the manner or standard for determining that
“viral interference gctivity” is not specified, * * * :
[4] We point out in connection with this rejection that an app_licant
need not understand the theory or scientific principle underlying his
invention. In re Storrs, 44 CCPA 981, 245 F.2d 474, 114 USPQ 203,
All that an applicant need do is enable a person skilled in theé art to
duplicate his efforts, and appellants have certainly done sc here.

) When the words “viral interfering activity” are read in the light of
the spemﬁcatmn, it is clear that they define the property of the
attenuated virus in interacting with the other lve virus in the living
_cell ma@emai to producs the vn-a} mteriermg substanca. Broud but
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clearly well deﬁned ranges of the activity of the attenuated virus e j RS T " Yimit ¢
are thus functionally specified. We cannot conceive how else appel- = .~ <" & 0 LG
lants could describe the activity as clearly and convemently jeertainly o B o T . reason
an applicant may so deéfine his. berms in the specification in a pmneer o L of util
atea such as this. : . b U dan th

‘We therefors hold that “viral interfering activity” is an adequate .~ - N submil

functional limitatlon governing the degree of inactivetion of theat- - .~~~ f 7 " : the ke
tenuated virus, and is such as to convey definite meaning toone gkilled .- - P the cor
in this art, . e T _ - of inv

The appealed decision isaccordingly reversed. e _ TR "It 36

REVERSED. . _ _ ' S s

o S : . produ
Avryonp, J., dissenting, with whom Worrey, Ohief Judge, joins, _ . " appell

I disagree with the view of this case taken by the majority. Before : : P Inrei
this utility question ean be properly considered, appellants’ disclosure o forlai
should be consulted to determine just exactly what the asserted atility - : N " and T
is. I think the following passege of the disclosure, which incidentally = " thefo
was not referred to by the majority, is as close as appellants come T The : -
to stating a utility: - - and the

The value of the viral interfering substance is that, wherens vaccines are not o oo sons of
only very specific in their action but do not generally confer immunity upon the ) E of clal;
subject for some two weeks, Interferon is active against n varlety of viruses ) SRS - 1o the
and not only that virus from the inactivated form of which has been used S necess:
in its preparation, and furthermore shows its activity in the sublect to which : ) - the rej
it 1s adminlstered within a matter of oniy a few hours. o 1 AR 1 2

Appellants claim that the utility of their compound is its activity - £ CCP!
against & variety of viruses in a “subject,” thus making it a replace- -~ . = - ten X
ment for vaccines. T ses nothing here that would suggest that appel- T an apf
lants consider their compound to be merely a death potion for viruses = IR - court’
in a test tube. On the contrary, the disclosed utility of Interferon . . ZDIE it is 2
is its activity agamst viruses in place of a vaccine. Are test tubes L B stant
vaccinated against viruses? I think not. The utility here disclosed A U abilit
is anti-viral activity in a “subject” or in vive as a substitute fora .- - A e prodf
vaccine. Thus, I am convinced that the disclosure must be construed o | P Foi
as an assertion of ¢n vévoe utility. ST 0 ont

I think that the deliverance of this court in In re Novak,49 CCPA. -~ ¢ o -
1283, 808 F.2d 924, 184 USPQ 835, has controlling impact here. In - 3
sustammg rejection of the clalms for lack of proof of utility, the
court said:

We observe that no evidence whatever has been presented to demonstrate that
the clalmed compounds have the alleged properties or will function as alleged .
* in the specification, * * * . -

In our opinion, when an applicant bases utility for a claimed inventlon on - - : e 1, Inx
allegations of the port made by appellants here, unless one with ordinary ekill - . - - N : e
in the art would accept those allegations ag obviously velld and correct, it is o T T den
proper for the Examiner to ask for evidence which substantiates them. ¢ % * ‘ S eorr

Here we are dealing with a claimed compound completely, as far - L. S exal
as the record reveals, unknown prior to its.disclosure by appeliants. .. S L

‘ Its chemical constituents are not revealed. Appellants admit that .- . S E AR § of t
" there is no “real precedent for this precise type of invention * * *» - B . o Ar

In view of the rather remarkable utility asserted and the fact that X RE

. the prior art provides no basis for predicting or even hinting thet ...~ - [ . M
Interferon might have the alleged ¢ vive utility, it seems clear that ' St

the alleged utility could not be accepted as obviously valid and correct - P Be

by one skilled in the art. I thus feel that the Examiner displayed . ‘ E -

no abuse of dlscremon in requiring proof of the alleged utility. : Sprtr -
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' - I &m in strong disagreement with. the attempt by the majority to . 0
- limit the Novak doctrine to situations such as those in In re Citron,

© - 51 CCPA 852, 325 F.2d 248, 130 USPQ 516. 1 can think of no good

reason why the Examiner should be precluded from requiring proof

of utlhty in sitbations such as the present one, and furthermore 1
can think of no good resson why the appellénts should refuse to

- submit such proof wnless they have none. The majority states that -
the test data required by the Examiner wonld be ‘redundant.) On. -
the contrary, it would be the only data in an application now barren
“of invivo test results.

It is noted that in the application of section 101 to the claims in
issue, the Examiner and the Board made no distinction betwebn the
product claims and the process claims. No distinction is made by
appellants in their brief or in the reasons of appeal. Here, as in
Inre Novak, all of the claims, both product and process, were rejected -
for lack of utility end disposed of ‘on that basis, citing In re Lorens
and Wegler, 49 CCPA 1227, 505 F.24 875, 134 USPQ 312, wherein
the following statement is made:

The Examiner and the Board made no distinction between the product claims
and the process claims ag to the ground of rejection. While appellants filed rea-
sons of appeal which would justity our separate conelderation of both groups
of claims, we construe appellants’ brief to be an abandonmert of any issue as
to the legality of such a relection of the process claims. Our decision is thua
necessarily limited to a consideration of the rejection solely on the vnlldlt? of
the rejection of the product clalms,

I agree with the Solicitor that our decision in In re Manson, 52
CCPA 739, 333 F.2d 234, 142 USPQ 35, is not apposite to the situa-
tion here presented. The legal issue presented in Manson involved
an application on a new process for making a known compound. The
court held that “where a claimed process produces s known producf
it is not necessary to show utility for the product * * *” The in-
stant case involves both product and process claims whare patent-
&blllty is predicated on the advantages of a heretofore unknown'
product. '

For the reasons stated, T would affirm the re]ectlon of the Board
on the ground of lick of proof of utility.

-

U.S. Court of Customs and Patent Appeals
JaMed 1. MANN ©. Bysow H. WerNes axp Romeer J. ReEm ‘
Nos. 7881 and 1382. Decided July I, 1965 DY
{52 CCPA —; 347 .24 636; 146 USPQ 199]

1, INTERFERENCE—REDUCTION TO PRACTICFAOTUAD—COBROBOBATIDN- '
‘“This court has rejected the notion that each individual act in the redue-
tlon to practice of & count must he proved in detail by an unbroken chain of
‘eorroboration, * * * The proper approach, we believe, invoives a reasoned
examinetion, analysis and evaluation of all the pertinent evidence bearing
on the question, to the end that a reasoned determination as to the credlbillty
" of the inventor's story may be reached.” B
~ Arpearn from the Patent Office. Interference Nos. 91,206 and 91,208 B
- REVERSED. |

. Maurice B. Stiefel, Robert J. Patterson for appellént. ‘
- Stanley M. Clark, Willard L. G. Pollard for appellees.
Befora Womr, COhief Judge, and Ricu, Mawrin, Smrri, and
' ' ALuoxD, Jr., Associate Judges
Sm'm, I dehvered the opinion of the court.
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