~PITLE IV ~-TECHNOLOGY MANAGEMENT AT THE DEPARTMENT OF ENERGY

NATIONAL LABORATORIES

Sec. 400. Duties and suthorities of the Secretary of Enérggi

‘The Secretary of Energy shall:

(1) review all existing reculations, policies

procedures, and administrative processes associated with the

Department of Energy's National Laboretories Directors®

ability to:

(A) form cooperative relationships and enter into

cooperative research and development agreements with

private industry or universities:

' (B) undetake "work-for others”: and

3 ' ' ' (C) operate user facilities.

(D) review standards of conduct for resolving

~

potential conflicts of interest to make sure they

adeguately establish guidelines for situations likely

IR Y et e el



o

- to arise through the use of the outhorltles granted in:

"e thzs Act included, but not llmlted to cases where

-r-Eresent or former National Laboratory employees or'

"thelr partrers negotlate licenses or ass:cnments of

tltles to 1nventlons or negotlate cooperutlve research

- and development acreements wlth-Federal egenc;e5-7

lncludlng the Depertment of Energy or the o

contrdctor qperator with whlch the employee 1nvolved is

or was formerly employed.

(2)_ review all'Freedom of Information Aot polieies'and_

-procedures to ensure that they are not 1ncon51stent w1th the

Cpurposes of the this Act

(3) formulate and carry out a comprehensive set of

 policy guidelines to advance the goals of this act, based on

the review'required under paragraphs (1) ang (2).

(4) report to Congress and the Pre51dent w;thln 90

days the status of this review and 1mp1ement the pollcy

'guidelinES within 180 days of enactment of this bill;v‘

¥



iveté industry has great

collaboration with the Depariment of Energy Nationzl

Laboratories but only if the present Department of Energy

|..l.

abdratQ:yHCODtrac ng process can,be,streamlined”anﬂvﬂ“

“must be-L

+0 the Director of the Department of Energy"ational

. I . -

Laboratories to ensure theat they can negotiste with industry
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“hes at times, benefited foreign: companies

“there shculd be timely, consistent review procedure to

BN

‘ensure that commercielizetion potentiel ig considered when

TTto sé 10ley cons;oer the lcb orator ies parpners*for

'co;laborative_research and development ventures;

ey
[EN

(5) the Xetional Labsratories_must zgcressively seek

Ch

contact with privete industries to ensure that they

frecogniZE'the technical and séientific_expertise resident in

-
o
n
H
3
o
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these laborator tion to publicizing the

avallcﬁlllty'of user facilities and technological projects




(A) industry-bécomes more aware of the

k3

Lgboratories research and development projects and

capabilities;
(B) technology transfer is consideresd a
significant part of the laboratory's mission:

(C) +the laborastories become better educated in-

industry merket reguirements; and

(D} industry cets involved with the laboratories
early enough in the research and development process o

direct development of commercially visble products.



‘Sec. 401},F1NDINGS
DOE cémmenté.M “Objec:
states -that nanagem‘i”
DlreCtGIS~ ‘

7/8/88 deehiéi'staff comment:

Mccify Flndﬂng (2) to meke clear that the mcnagement aubnor;tv
is delegated from the Secretary to the Lab D¢rectors and thet
- oversight is expl;cxtly retained. : :

Updated response from_DOE:_




et the continuing

-hE'purposé

©of this title is to better me

responsibility of the Federsal Government_to ensure the full use

Nation's Federal investment the National







polie; Q3JCQggEéé$'that

'“intéilectuél-prcperty rights in téchnoiogy‘ﬁﬁaﬁl

Sewieas-] developed at the Nationsl Laboratories be [

1 managed so as- to

{2) the Secretary of Energy promuigate pbiigz'

guldnllnes dealing with cooperatlve research and developmen

eements angd 1nte11e tusl property rights arising under

such acreements; and

(3) the Laboratory Directors devise implementing

L proéedUréé consistent with the. policy guidelines set fdrth

by the Secretary;.
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'Sec. 403. POLICY.

NAn

DOE commen $'on original text: HNone.

7/8/88 Domenici staff comment: (2) and (3) were added o
cierify the overall direction of the legislation.

:

S,




'Sec. 404. DEFINITIONS.

For purpcses of this title--

(1) The term "invention" means any invention which is
or may be patentable or otherwise protected under Title 33,

United States Code, or any novel variety of plant which is

or may be protecteble under the Plant Veriety Protection Act

(7 U.S.C. 2321 et seg.).

{2) The term "subject invention" means any invention of

a Naticnal Laboratery first conceived or reduced to practice

H
L]

in the performence ci work under a contrect or funding

zgreement for the cperaticon of a National Laboratory.

{3) The term "made" when used in cenjunction with any
invention means the conception or first actusl reduction to

practice of such invention.

(4) The term "technical data" means recorded
informétion of a scientific or technical nature regardless

of form or the media on which it may be recorded.

-

~ o



(5) The term'"cbmmercially valuable technical data™

means applied technology which méy have near term commerci&i_:'

e

value . or which arose under a. cooperative research and

development'acreément.- The term does not apply to basic

technology.

=
=i

E ] (6) The term "compuier sofiware” means
recorded information regardiess of form or the media on
which it mey be recorded comprising compuier programs or

documentation thereof.

- [4£33-(7) The term "intellectual property" means

patents, tredemarks, copvrights, trade secreits, mask works,

and cther forms of comparable [-intellestusi—] property

-rights [enscited by Congress.or the States J.

)

!

—(73 1 (8) The term "ccllaborative party"  means a

perty to & cocperative research andldeVelcpment‘agreement s

‘Gefined in parsgreph (4).

,%

B3 (8) The-term.“laborétbr§-éwned"Vmeané any
rights_in intellectuel propefty convéyeﬁ uﬁder this title +to
a cont;actor cﬁe:ating_é NatioﬁaliLéboratofy'or.any riéhts
in inteilectual property arising unﬁer the.operéting. 

‘contract for e National Labbratory'Where rights are not

-~

expressly taken by the United States quérnmént or by a

subcontractor.

PRI D



Sec. 404, DEFINITIONS.

DOE Comments: Reguires Clerification - The definition of
""intellectual property" improperly eguites all forms of
intellectual property. The inclusicon of "trade secrets" and
"intellectual property .enacted by . . . the states", in : _
conjunction with secs. 401 and 408 crestes (1) potential new and
substantial lisbilities for the Governmewt and/or its
.contrecteors; (2) a naw "closed" Dr0ach to operation of the Labs
and handling Lab-produced technlccl deta; (3) & new reguirement
that such data be exchanged onlv with nondisclosure acreemeﬂts,
and (4) 1imits the ability of contractors to build on research
and data procuced by another lab. :

The definition of ”laboratory owned" should be modified by
inserting "expressly" before "conveyed" and striking everything
after "National Laboratory" becsuse the Lsb can only own rlghts
they eypressly gre given by the Government. :

Domenici chff response:

The deflnltlon of intellectual property does not eguate all forms
of intellectusl property, but merely lists types that are covered
by the cdefinition. This does not reqguire that all types of
intellectual property be handled in the same way.

7/8/88 Domenici staff update:

réer to limit the "closed epproach" and to limit the scope of
pr cvisions relating to technical data, the langusge has been
ted to include only chplleu rezesrch of near term commercial
Elsewhere in the bill, the time frame is limited to two
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Protection of technical data is imperative if industry is geoing
to be willing to use the lebs. Clearly some accommodstion has to
be made in this area to meet the neaeds of 1ndu5try in the tech
data area. : : A



to the Director of any of i

ts Natidnai

into cocperative research and develiopment

negotiate tﬁ.e?f’t'éfms : an'd:rriébndithﬁé g

behalf of the Department of Energy

cther federal agencies;

'(c)
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cdrporati ns, partneréhips, and limited ééftnershiﬁs,‘
conscrtia, and industrial cevelopm nt organizationé'
(D) public'and'pfivéta fdunﬁafioﬁéi
:(E} 'nonprofit ofganizatiods_includihg
'universities: or
| j(F}._bther'persons includ

inventions, technical datea-o

(2) " to negotiste intelleCtual_P:DPéTtY:ii95531ng

‘agreaements for National Laboratory owned inventions

-

 technical data or computer software, assigned or licensed to




the National Léboratofy'by'third parties
essignment by employees. |

(b) Specific Ruthority.--Under cooperative research znd
development agreements entered into pursuant to subsection

(a)(l), the Director of a Nationazl Laboratory may--

(1) esccept, retain, and use funds, personnel,
services, end property from cocllaborating parties and
provide.personnel, services, and property to.

© collisborating parties;:

(2) grant or agree to grant in advance to a

of
qu' .

-

(]

‘cellaborating party, intellectus

assignments, or options thereto, in any invention,

ck
1)
0
)
o s
}.J
0

ical deta or computer scfiware, mede in whole or
in pert by & National Laboreztcry emplovee under the

~cooperative research and .development agreement; and

(3} to the extent coneistent with Departhent of

+h

Energy recuirements and standards of conduct, permit

-employees br former employees of the Nationail

Laboratory to participate in efforts to commercislize -

T
- .

inventions, technical daita or computer software, they

made while in the

ervice ©of the Nationsl Laboratory.

n

property licenses or

P RICEF A



'(c) In determining whether to enter into a cooberative

- research and?development agreement the Laboratoré Director shall

“determine that—-

(1) facilities =t the National Laboratory are

svailable to do the work thet is the subject of the

cooperative research and development agreement;

(2) the work that is the subject of the

cooperative research and development agreement would

not interfere with Depertment of Energy programs;

(3) fhe work that is thersubject'of the

cobperative research and development agreement would

not create a future detrimental burden on the KNetional

Laboratory;

(4) the'propoeed cooperétive fesearch-and o

development agreement is consistent with other

: guiﬁelines'that the Secretary of Energy mevy prescribe

.consistent'with the'policiee set forth.ih this Act.

F—e3— (d) Approval of Agreement by Secré%ary.--f{&%—~§f

. ' L o




.__a.__c.@.gp.e.r_er -;:z_;:_;:_eseg'r*r'h and _dess a:i'if‘,":mc'l"‘ﬁ' 2gzT

The_Secretary of Energy or his de5ﬂgnee may : pprove

or réquire the modification of the agr

jvégfeeménf”shéilgﬁrévidé;égBd;déyﬂpg

“f be?défe the aéiéémén£“£§ prééén%éd to

“Energy or his aé-s‘icﬁ'e'e" by the F—hesst Sboratory

pDirector of the Nztional Laborctorchoncerned_ within
which such achlon shall be taxen. in any case in whwch
the Secretary of Energy or his designee disapproves or
reguires the modification of'énf cooperétive ggreement
'p:esentéé.under this secticn, the Secretary or his
deg gnee sh311 transmit a.w;iﬁten exp1anation‘of stch

o

disapproval or modification to the Fheed—] Laboratery

Director of the National'Labo;atory concerned. If such

‘action is not taken within this thirfy day period, the

gdéémed“appfcﬁed

L_rd}_} (e) lelt on’ Percentage Of the Total-ﬂor

Cooperatlve Reserach and Development-hgreements €

~

atthe Natlonal Lubcratorles. The cumulative totalHCf

non—appropriated funds of &l1l agreements entered into by each



National Laboratéry Director under this section shall not exceed

- an_amount egual to 10 percent of that laborétory's annual budget. .

[—+er3 Records of Agreements.--Each National Labcrestory
shell maintain a record of &ll agreements entefeﬁ'into under this

section, and shall submit it to the Secretary of Energy on:an

annusl basis.
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' Sec. 405. COOPERATIVE RESEARCH AND DEVELOPMENT AGREEMENTS.

DOE Comments:

Sec. 405. (&), (c), &nd (d) --Objectionable -- Allows Lab
Pirectors to enter into cooperative R&D Agreements and to waive
DOE intellectusl property richts. This provisions applicable to
2ll areas of resezrch is objectionzble for the same Ieasons as
‘secticons 109 and 110 and aiso becasuse it purposes Yo sllow one
private party to convey ownerehip rights of the Government to
enother private party. It is uncleer whether the limitetion in
- section 4053(d) refers to nonappropriated or DOE funds.

Section 405(b) and (e). Objectionable -- Allows Lab
Director to negotiate intellectual propertyv-licensing agreements,
exchange personnel and services, license or assign the rights to
- lab develcopments, &nd permit Lab employees to participaste in
commercielization efforts for lsb developments. These activities
already sre taking place at some DOE Labs, but thev reguire some
degree of DOLE oversight. As written, the legislation does not
even assure DOE will be notified of the agreements. ' '

7/8/88 Domenici staff response:

‘Directers to

T
g mancate that the Secretary
Gelegate thet authority to rat

tory Directoers.
The Leboratcry D e reguired to submit & record of all
egreements to th o '

The two tier system dealing with approval cof research and
development agreements. is eliminsted &nd the Secretary is

given
an 30-deay approval process patterned sfter current law.




guletions:

of Section 405 [

sfter public comment. 'Implementetion_offSection 405 I

shall-not be_dgigygdgun;iléissuéhcé"Sffspc”‘féghlations.

L -

YU Any régu%at onsrcbvexing"Natibﬁaljﬁgborétdyy

‘cooperative resezrch &nd development agreéemenis under

Section 405 F—&}¢33—3 shall be guided by the purpose of

‘this Act.

(3) In the event the Department of Energy regulations

referred to above are not promulgated within one vear from

date of enactment of this Adt, the'responsibility for

issuing regulations shall be transferred to the Office of

+ - Fegderal Procurement Policy.




eciding what cooperative research and development

nter into shall:

(1) give special ccnsiderstion to small business

_and -consort ia “involving .small busine

t2) clve prefe*eﬁce to bus*wess unit

” Lhe Unltec Stdtes which agree that products embodying:
inventioné, technical dgta or computer sof£ware, made
unde: the cocperative *esearch and developmont
agreement dr_produced thTOLch the uses of such
inveﬁtioﬁsf technical data or cbmputer software, will.
be developed and menu:ectured‘s;bstéﬁfialiy in the

United S:ates.
(3) in the case of any industri&l organizations or

other person subject to the control of a foreign

,j'pérmits United States agencies{ organizatiOns;




Record of Agreements.--The [Bepertment-of Eneres

fgach National Laboratory shall maintain a

into urnder this secticn.an

: eﬁfé;éhtéré&:

“the’ Secretary of Ehérgy'On‘anTannual basis.




sec. 406. ~66NTRACT'CONSIDERPTIOWS.

DCE CommentS"Objectﬂonable—-autharlzes OFPP to issue
implementing rTegulations. &s this bill deals totally with the
Department of Energy (DCE), any policies cor reguiations should be
issued by DCE; the OFPP has neither the capability nor the
regulatory mechanisms available to it within the Federal
procurement system to accomplish the bills' regquirements.

7/8/88 Domenici staff response:

Allow DOE one year to work with the other agencies to promulgate
‘zppropriate regulations. However, the bill would provide that in
the event that the regulations are not promulgated the
responsibility would be transferred to OFFPP. This strict time
frame is reguired since other sets of reguiations in this area
have taken years and vyears to promulgate. There are assertions
that DOE has been unwilling to negetiste modifications to ‘
preposed regulations in the techneology transfer and class waiver
areas. R : : '

DOE Commehnts:

‘The reguirement that DOE maintzin records of all cooperative
egreements is impossible if DOE is not reculred to be 1qzormed cf
_all agreement.

7/8/88 Domenici Response:

~The teixt of the bill has been chcncéd to place the responsibility
for ralrt ining the records on the Laboratory Director and to
-reguilre that he =me1t the recorcs anuually to the Secretary of

- Energy. :



mDevelopment Act_cf 1874 (4“ U. S C

nergy- contract.to operate~any

' Under Chapter 18 ef tiiiew§$'TUnlted~Sta és can.

to | (b} Retention-of Title by United StatES.—w(l) Whenever'a
:haulowal L¢bo¢aLo¢y ma¥es an invention to which the Depariment of

Energy has_QEtermined to retain title at the time of

centracting--

{A) for exceptional circumstances under section

N 202(a)(ii) of title 35, United States Code; or

to such invention shall be retained b ~Government

unless the National Laboratory at which the invention is made




ion as zutho

volving éxport control.’

Secretary. may. no

E+agg the sole-b

s e . L. .

'igﬁ%hndef“the’exceptioﬁ set forth at Section 202(a)(iv) of -

title 35, United States Code, without first determining that the

invention has been classified or has been designated sensitive

“technicel informaticn as suthorized by spplicable statutes [
eitber than-thoseinvelving expert—eent=elr—]. If the Secretary

does not notify the reguesting Nstional Laboretory, the '

§ ' laboratory shall be deemed to have elected title to the inventicn

v under the Government-wide contractor patentable ownership




> 1¢ormctlon
Chcpter'ls-of title 35, U.S.C. for-weaponswaﬂéu
‘propulsion related inventions. The burden shou
Secretary to justify refusal of a title requ
recluued from using Jusb$f1cct10ns>suc'

determlnatlon where DOE belleves_
"_Export conbrol sté

‘fully re*mﬁurszng for cost of woth
;COmNQIC1allZﬂtlDﬁ and to perat

Domenici staff Tesponse:!

This section is modeled zfter current law in Title 35, section
200 et. g1. and specificelly references section 202(s)(iv),
which relztes to weapons and navel nuclear propulclon funds. ' The
nuclear wecpons EFCEDL*Oﬁ is not repealed.

ion does not ¢o away with the contractors' obligation

Triis provis
to ebide by export control statutes, and, conseguently, should
not be used s & raticonsle for precluding_u¢t1e_prans-er._

Lsbe may not retain title indiscriminately because if technology
'is not being effectively commercialized, DOE may exercise
"march-in rights"” which means that DOE could retake title.

Proposed changes:

‘Replace,. in sect101 4C7(b)(2),
Eésis" nlth' reCUictLDuS as..th

_N-Delete ~in sectLOﬁ 407(b)(3)
’"'1nvolV1ng export centrol.




Richts Reteined by o Netio

authority to permit a

ratory to elect ownersh to any intellectusl

¥g ts ‘that can be est shed to PT

-

'uce-sgsh_technical cata or comp ter so‘tWQre for United

public if the Director of the Natiocnal abo*atorv or hl - designee

determines that--

17 erc1a11v valusble, Eﬂewi—} or'“

”(B) the technlcal data has been generated*as

of or under a cooggratlve reqerach _and development~

magreement: and




2} A.cooperative research and development agreement which

" by the Department of Energy or. the National

asboratory pursuant to shcu coopersiive research-an

levelopmeént agreement; or

(B) under a National Lzboratory cooperative research

and development,

shall not be disclcsed to the public for a period of 2 vears.

(%) Documentation disclosing technicai dsta or computer

e subject to ncndisclosure-under.paragraphs: (1

t-be-considered as agency ordsiunder the Freedom of

j;‘Regulations.—4L

"”+'; , -4 fl) The Depertment of Energy; in cobperation with

re which mééﬁs;ﬁbéﬂﬂ

~and (2). .

Infe magloh_aéf“during the term cf nendisciosure to the'public. ~ -5




.In the event the Department of.Enérg§ Tec

éned within the time pre:




. --~TheLﬁata also would be exempt‘from~FOIA-
g Lab D¢rector ‘determines it has commercial *vVa

.osure could cause harm. hls‘secb;on alsoc would "
cdata-developed wunder a cooperstive agreement to be exempt
'FOIP Af the acreenent SO p*ovzabg.' Any FOI& exempiion '

Vnsting lebs wi h

sonfl aIlSE in c¢low1nc lcbs'to decide
fwhether PO AuﬂlsClOQM*ES should be made. L:bs would have no
resson to disclose information they could otherwise sell or use
in negotiating cooperative agreements. The provisicn in sec.
408(b){2) is unclear. R '

Sec. 408(c). Objecticnable --Charges OFPP with issuing
implementing regulations. DOE should issue any needed
regulzastions. ;
Sec. 408 Dcmenici stzff proposed revisions

‘Provisions relasted to FOTA need to be discussed with DOE angd
Senator LEchv‘s steafd B :

With the new definition of commercially wvaluable technical dasta
many of the issues rzised are acddressed. First, only applied
rather than basic research is covered. Second, 'a =unset is
1nc1Laed to afford protectloﬁ only for two yecrs.

‘result cr uncer a cooperatlve research aﬁd 7
creenen;. 7 _ SR

jguiations. A compromise is offered that would allow
" ‘opportunity to promulgate the regulations. A

R Lon: & included that in the event DOE does not meet the
‘aeadllne”-the regulation promulgating responsibility will be-
moved to the OFPP. The need for this has been discussed
elsewhere. : '




ab@lat'ry'desc+1bea in chap;er 18 of tltle 35, United

"Coue including the license reservec in section 202 (c}

of title 353;United States:deg, may be: waived- of: om tted_if

sdbhlwglver_cr omission. A waiver or omission shc1l be

considered--

'(1) if it is necessary to obtain & uniguely or highly

gualified contracter; cr

-(2) if invention invelves cosponsored, cost sharing'or
JOlnt venture re:ecrch and deve¢opmeﬁu, and tﬁe contrac;or

cosponsor or 3011t ventu*er is maklng subctaﬂtlal

ﬂal 1nvestment 1n..eve10p '_

fCIEatedmand it is expected that the pri imary market for such-

product is the Unltea States Governneng.




Sec. 409. SPECIAL RULE FOR WAIVER.

DCE Comments:  Sec. 409. Suggested Clarificstion--Allows the
Secretary to waive Government rights or lab obligstions where in

the best interest of the United States. DOE does not know of any
situastions where such a waiver would be in the best interests of

“.the United Stzates or where DOE procrams have. suf:ered bECause of

Government licensing rlg“ts. : '

Domenici staff response.

Sec. 409. similer provision is found in the Federal Non-huclear
Energy Act of 1974, section 9(h)(2). This section would only be
‘used in rare cases. ) : - I a

Purpose is to allow the government meximum flexibility in cases
where the government was the only logical or probable customer
for a product theat would tTeguire considerable sdditional
“development costs. There would be little or no incentive for
industry to further develop these products, if the government
"already had a paid-up license. This was designed to give added
-discretion to the government. o




A

SEC. 410 . ~INTELLECTUAL PROPERTY CONTRACT PROVISIONS. =

'(a) Contract Prpﬁ#sions.-QAnyrDepartmént of Energy [

sort=ses—] funding agreement to operste & Naticnal lszboratory

- shall provide~-

(1) that any royalfies or income that is earned by the
 National Laboratpfy from the 1icensiﬁg of laboratoryFOWned

intelliectual property rights in any fiscal year shsll be

used as éuthorized under subsectidn 202(cj(7)(8) of title7 
35, United States Code and section 13(a)(1)(B)(i)-(iv) and
‘section 13(3}(2)-(4) cf thé SteveﬁsanWyaler-Technoiqu
Innovation Act of 1980 ( 15 v.s.cC. 3710;(a)(1)(5)(i)u(ivj

 end 3710c(2)(2)-(4);

{2) ' that the costs of obtaining and protecting
intellectual property rights in any invention, technical
deta or computer_software} owned by the National Lzboratory

YR shall be paid for by L

iehtes 1 the National Laboratories under standard .

"operating funds or as a cost shared expense under a

cooperative research and development agreement;



whed ‘invéntions,  comm:

¢ computer ‘software shall B&Tthe re:
he Diréctor of the National Lebor

technica

-TEEUrn for retaining titie to right

any intéilectusl property

e

eny invention or discovery made in performance of a Department of

Energy cooperative research agreement,. the National Laboratory

contractor shallipéy to the United States reascnable compensation

based on the value of the technology transférred. The amount of
the payment arising as a result of the transfer shall bé set by
an arbitfation board.cénéisting dfzdne'membe:.sélecteé_by.thé
contractor, ché member selected by the Secfeféry'of Energy, and

one member jointly selected by the centracter and the Seéretary.

s in




S ©(2) . Provided that this subssction shall not apply if:
(&) the contractor is operating the National

Laborztory for no profit or fee beyond expenses;  and

(B) -thé.tontréétor is offeiiﬁg'fhe intéllectual
pféperty'fbr fzir market valde'and:ény value or 
royalties the contractor derives from the intéliéctual
property will be returned'to.thg National Laboratory or
the Federsl Treaéuryiin accordance with Section

202(c)(7)(E) of title 35, United States Code.

-




feir merket value end returning any rovelties to the Lab or

SEC. 410. INTELLECTUAL PROPERTY.

DOE Comments

Sec. 410(a).  Objectionzsble - Would reguire any Lab operating .
contracts to include provisions that, inter alia , would require
DCOE to pay costs of obtesining and protecting intellectual
p*ope*tx rights in ch—ovneuklnve.ulons, to the. extent not offset
by royvalty income. The Government has never, nor should it now,
pay such costs for private parties This could subject the
Government to enormous expense in pa;enu infringement suits
concerning 1n;e?lertu 1 property over which DCE has no control or
review auLhorlty R ' : - : ‘

Domenici Tesponse:

"It is understood thet DOE is already subject to the risks
mentioned &nd this bill does not change that. Since all benefits

ere rsturned to the Treasury and the beneficiezl interest goes to
the laborateory it is unclear what DCE's objection rezlly is.

The patents cculd-be issued with no warranties in exchange for
‘lower royelty retes. We are confident that DOE COle Qevalop
SthchE guidelines ch Ie"letlonS. : ‘

DOE’comments:

Section 410(b). Suggest Clarification -- hould reca¢re
contractors to pey *e:swnable compensaticn te the U.S. feor
intellectual property rights except if they are opercging the
for "no profit" and are offering the intellectual propertv &t
U

Treasurv. This is & good concept, but it could be very difficult
to ascertain when the exception wcouild apply. A betiter epproach
weould be simply to reguire a return to the Treasury o< & certain

'percentege of the Unltea States funds invested. This section
‘proves that cooperatlve sgreements would be presumed to lnclude

federal ‘"nds

Domenlca staff response. ' : ' i

alO(c)(z) cdopt a DOE'sqggestio“ thet the costs of obtaiﬁinc and

patenting be trested as & standard operating fundés expense oOr &as

& cost shared expense under a cooperctlve regsesrch and
development agreement.

Regara;ng comments on section 410(b), this language was included
to insure that the labecrastories are not making any profit from
the commercislizestion of & product based upon a_lab development,
that would end up benefiting the contractor-operator of the 1lab,
and give this contractor a competitive advantage over other

firms. Senator Netéenann was particulerly. concerned about this
pocs*b 1¢t). ' : ' SRR :

idm.
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ided for inventions undex

+it16 35, Unites States Code, but will be appiic

( intellectual préperty for which title was acguired by the

Nztionel Laboratory Directorsrunderrthis'titleu

th

(b) Definition of Third Parties.--For the purpcses of this

secticn,. "third parties” and ”thifd'party_applicants" are

domestic entitiés located in the United States whose research,

development and menufacturing activities occur substantiazlly in

organizations; public

private-foundations; nonprofiticrganizitions such as’




(c) ,Régulatiohs;;; L ?ka EE;”*ffﬁ?;eﬁefaeueeeeaneﬁeﬁt

Petriey—] Ne k; The Department of Energy, in cocperctlon Wlth

other 1nt~restea feceral agen01es, shall issue thhln 180 da}s'

from enaetment.lncluelng”thirty'(SO) for publlc comment,~ -

- regulations to implement the merch-in rights under this section.

{ ) In the event the Department of Energytdoes not

issue the regulations referred to above in the prescrlbed

tlme frame, the IESDDnSlbllltY for 1ssu1ng the regulatlons

shall be trapsferred to the Offlce of Federal Procurement

POllCX.'. ' -

-




ClY .

—

;7/8/88-Domenici stéff_reSPOhse:_

' Sec. '411. macw N RIGHTS..
.DOE CommentS"-

Sec. 411(a) and (b). Suggested Clarification =~ Would reguire

march-in rights for DOE. This should be clarified to reguire
licensing of the "intellectusal property rﬂghts to" inventions,
uechﬁlcal daua or software. : :

Sec. 411(c) ObJeCtlonanﬂe. Wouvld allow OFPP to issue
regulstions ‘in cooperatlve with. other Feceral egencies. DCE

should issue any needed regulcthWS.

“The suggested clarifications are adopted.

AR AR s B



|SEC. 412. EFFECTIVE DATE.--This title shall take effect on the’

'dafe of‘ené&tmént The Secrehary of Enercy chcll 1nwedlcte1v

-laboretories.

enter into . negotlatlons w;th the contracLors o-_the ’atlonal

Laborctorles to cmend all ea;ct"ng cor;rccts for the ope*ctloﬁ ot

the wctwoncl icborgto s, to re;leét this Title,

—
-

améndmént. the provisions of thislTitle shall covern the

_,-

disposltlon of ail 1ntellectu=l property rlghts covering

-1aboratory-owned inventions, technical data, ‘and computer

software, generated in performznce cof Department of Energy

contrects for the'operatioﬁ cf the Department of Enérgy Nastional

'y R . T

'Penclng such-

i
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