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.To establish a national program to improve collaboration
between the national laboratory system of the
Department of Energy and the private sector so as to
foster the development of technologies in areas of
significant economic potential in order to enhance the
Nation's economic competitiveness and strategic well
being, and for other purposes.

IN THE SENATE OF THE UNITED STATES

JANUARY ---' 1989

MR. DOMENICI (for himself, lintroduced
the following bill; which was read twice and referred to the
Committee on

A BILL

To establish a national program to improve collaboration between
, the national laboratory system of the Department of Energy

and the private sector so as to foster the development of
technologies in areas of significant economic potential in
order to enhance the Nation's economic competitiveness and
strategic well-being, and for other purposes.

'1 BE IT ENACTED BY THE SENATE AND THE HOUSE OF

2 !tEFRESENTATIVES OF THE UNITED STATES OF AMERICA IN CONGRESS

3 ASSEMBLED, That this Act may be referred to as the "Department of

4 Energy National Laboratory Cooperative Research and Technology

5 Competitiveness Act of 1989".
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SEC. 2. DEFINITIONS.

For purposes of this Act, the term--

(1) (A) except as provided in subparagraphs (B) and (C),

"National Laboratory" means the following Department of

Energy laboratories --

(i) Lawrence-Livermore National Laboratory;

(ii) Lawrence-Berkeley National Laboratory;

(iii) Los Alamos National Laboratory;

(iv) Sandia National Laboratory;

(v) Fermi National Accelerator Laboratory;-

(vi) Princeton Plasma Physics Laboratory;

(vii) Idaho National Engineering Laboratory;

(viii) Argonne National Laboratory;

(ix) Brookhaven National Laboratory;

(x) Oak Ridge National Laboratory (including the

Y-12 Plant);

(xi) Pacific Northwest Laboratory;

(xii) Ames Laboratory;

,(xiii) Stanford Linear Accelerator Center;

,r(xiv) Bates Linear Accelerator Facility;

(xv) Center for Energy and Environment Research;

(xvi) Coal Fired Flow Facility;

(xvii) Energy Technology Engineering Center;

(xviii) Hanford Engineering Development Laboratory;

(xix) Inhalation Toxicology Research Institute;

(xx) Laboratory for Energy-Related Health Research;
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1 (xxi) Laboratory of Biomedical and Environmental

2 Sciences;

3 (xxii) Laboratory'of Radiobiology and Environmental

4 Health;

5 (xxiii) Michigan State University-DOE Plant Research

6 Laboratory;

7 (xxiv) Notre Dame Radiation Laboratory;

8 (xxv) .Oak Ridge Associated Universities;

9 (xxvi) Radiobiology Laboratory;

10 (xxvii) Savannah River Ecology Laboratory;

11 (xxviii) Savannah River Laboratory;

12 (xxix) Solar Energy Research Institute; and

13 (xxx) Stanford Synchrotron Radiation Laboratory.

14 (B) Such term does not include Naval Nuclear

15 Propulsion Reactor Laboratories, or their contractors or

16 subcontractors performing work covered under Executive Order

17 12344, as codified in section 7158 of title 42, United

18 States Code.

19 (C) Such terms shall includes any future government-

20 owned, contractor-operated laboratory facilities established

21 as Department of Energy Multi-prog~am Laboratories or

22 Program-Dedicated Facilities.

23 (2) "contract" means any contract, grant, or

24 cooperative agreement as those terms are used in sections

25 6303, 6304, and 6305 of title 31, United States Code,

26 entered into between any Federal agency and any contractor
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1 for the performance of research, experimental, Q£

2 developmental activities funded in whole or in part by the

3 .Federal Government. Such term includes any assignment,

4 substitution of parties, or subcontract of any type entered

5 into for the performance of such activities.

6 (3) "cooperative research and development agreement"

7 means any agreement between the Directors of one or more

8 National Laboratories and one or more Federal or non-federal

9 parties under which the Federal government, through such

10 National Laboratory or Laboratories, provides personnel,

11 services, facilities, equipment, or other resources with or

12 without reimbursement and the non-federal parties provide

13 funds, personnel, services, facilities, and equipment, or

14 other resources toward the conduct of specified research,

15 development, and demonstration efforts that are consistent

16 with the missions of the National Laboratory; except that

17 such term does not include a procurement contract or

18 cooperative agreement as those terms are used in sections

19 6303, 6304, and 6305 of title 31, united States Code.

20 (4) "director of a National Laboratory" means the

21 employee of the Department of Energy laboratory manager or

22 operator who directs the management and operation of such

23 National Laboratory;

24 (5) "Federal Agency" means any executive agency as

25 defined in section lOS of title 5, united States Code, .and

26 the military departments defined by section 102 of title 5,
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1 united States Code.

2 (6) "funding agreement" means any contract, grant, or

3 cooperative agreement entered into between the Secretary of

4 Energy and a contractor operating a National Laboratory

5 that provides for such contractor to perform researchL

6 experimental, and development activities at such National

7 Laboratory.

8· (7) "laboratory manager or operator" means the

9 contractor who has signed a contract with the Secretary for

10 management and operation of a National Laboratory (but only

11 with respect to activities relating to such management or

12 operation); and

13 (8) "Secretary" means the Secretary of Energy.

14 SEC. 3. FINDINGS.

15 The Congress finds that --

16 (1) the Nation's economic competitiveness and

17 strategic well-being depends on the development of advanced

18 energy technologies, such as those anticipated to evolve

19 from research and development on high temperature

20 superconducting materials;

21 (2) the national laboratories of the Department of

22 Energy constitute a multi-discipline capability in general

23 science, energy science, and defense related technology

24 development with incomparable research and computer

25 facilities with research and support staffs of demonstrated

26 international expertise;
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1 (3) while the National Laboratories have demonstrated

2 successes in technology transfer into the private sector,

3 the effectiveness of this effort can be significantly

4 enhanced if --

5 (A) industry is made more aware of the National

6 Laboratory research and development capabilities and

7 activities;

8 (B) technology transfer is established as a

9 significant element of the mission of the National

10 Laboratories;

11 (C) the National Laboratories are made more aware

12 of industry market requirements; and

13 (D) industry becomes more involved with the

14 activities of National Laboratories at an early enough

15 in the research and development process to provide

16 guidance on the development of commercially viable

17 products; and

18 (4) a national initiative is needed, if there is to be

19 a timely transfer of energy technology developments from the

20 National Laboratories to the private sector, except that

21 nuclear weapons design, development, production, and

22 maintenance must remain the primary mission of the

23 Department of Energy nuclear weapons complex.

24 SEC. 4. PURPOSES.

25 The purposes of this Act are to --

26 (1) enhance collaboration between universities and the
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1 private sector and the National Laboratories of the

2 Department of Energy so as to foster the development of

3 technologies in areas of significant economic potential.

4 (2) establish that it is a mission of each National

5 Laboratories to foster, through the transfer of technology

6 to the private sector consistent with the national security

7 and a fair return on the taxpayers' investment, the

8 commercialization of technologies developed in connection

9 with its research. experimental. and development activities;

10 and

11 (3) better meet the continuing responsibility of the

12 Federal Government to ensure the full use of the results of

13 the Nation's Federal investment in the National

14 Laboratories' research and developme~t in meeting

15 international competition.

16 SEC. 5. DIRECTIVE.

17 The Secretary sha~l

18 l1l-take such actions as he deems appropriate and

19 consistent with law to further the mission set forth in

20 section 3; and

21 l£l ensure that the mission set forth in section 3 is

22 carried out in a manner that is not detrimental to the

23 military mission of any National Laboratory.

24 TITLE I --NATIONAL LABORATORY CENTERS FOR TECHNOLOGY MANAGEMENT

25 SEC. 101. POLICY.

26 For the purposes of title I, it is the policy of Congress
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1 that--

2 (1) intellectual property rights in technology

3 developed at the National Laboratories be managed so as to

4 promote the competitiveness of united States industries;

5 (2) the Secretary prescribe regulations for cooperative

6 research and development agreements and intellectual

7 property rights arising under such agreements; and

8 (3) the directors of the National Laboratories devise

9 implementing procedures consistent with the policy

10 guidelines set forth by the Secretary.

11 SEC. 102. COOPERATIVE RESEARCH AND DEVELOPMENT AGREEMENTS.

12 (a) GENERAL AUTHORITY. -- The Secretary shall prescribe

13 regulations ensuring that the contract for the management and

14 operation of any National Laboratory authorizes the director of

15 such Laboratory:

16 (1) to enter into cooperative research and development

17 agreements and to negotiate the terms and conditions of such

18 agreements with--

19 (A) other federal agencies;

20 (B) units of state or local government;

21 (C) industrial organizations including

22 corporations, partnerships and limited partnerships,

23 consortia, and industrial development organizations;

24 (D) public and private foundations;

25 (E) nonprofit organizations (including

26 universities); or
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1 (F) other persons or entities, including

2 licensees of inventions or computer software owned by

3 the National Laboratory manager or operator.

4 (2) to negotiate intellectual property licensing

5 agreements for National Laboratory owned inventions or

6 computer software, assigned or licensed to the National

7 Laboratory by third parties including voluntary assignment

8 by employees.

9 (b) SPECIFIC AUTHORITY. -- Each director of a National

10 Laboratory may include provisions in any cooperative research and

11 development agreement negotiated and entered into pursuant to

section permitting such laboratory manager or operator to

(1) accept, retain, and use funds, personnel,

services, and property from collaborative parties and

provide personnel, services, and property to collaborating

parties;

(2) grant or agree to grant in advance to a

collaborative party, intellectual property licenses,

assignments, or options thereto, in any invention or

computer software, made, in whole or in part, by an employee

of a National Laboratory under the cooperative research and

development agreement; and

(3) to the extent consistent with Department of Energy

regulations, orders, and directives pertaining to conflict

of interest, permit employees or former employees of a

laboratory manager or operator to participate in efforts to
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transfer to' the private sector inventions or computer

software, such employees developed or made while in the

.service of such laboratory.

SEC. 103. CRITERIA FOR ENTERING INTO AGREEMENTS.

In determining whether to enter into a cooperative research

and development agreements, the director of a National Laboratory

shall determine that --

(1) facilities at the National Laboratory will be

available to conduct the activities that are the subject of

the cooperative research and development agreement;

(2) the activities that are the subject of the

cooperative research and development agreement would not

interfere with programs of the Department of Energy;

(3) the activities that are the subject of the

cooperative research and development agreement would not

create a future detrimental burden on the National

Laboratory; and

(4) the proposed cooperative research and development

agreement is consistent with applicable guidelines of the

Secretary pursuant to section 102 for cooperative research

and development agreements.

SEC.· 104. AGREEMENT CONS IDERATIONS .

In deciding which cooperative research and development

agreements to enter into, and which licenses, assignments, and

options to grant, the director of a National Laboratory shall --

(1) give special consideration to small business firms
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1 and consortia involving small business firms;

2 (2) give preference to business units loc.ated in the

3 United States that agree that products embodying inventions

4 or computer software, made under the cooperative research

5 and development agreement or produced through the use of

6 such inventions or computer software, will be developed and

7 manufactured substantially in the United States;

8 (3) in the case of any industrial organizations or

9 other person subject.to the control of a foreign company or

10 government, as appropriate, take into consideration whether

11 or not such foreign government permits United States

12 agencies, organizations, or other persons to enter into

13 cooperative research and development agreements and

14 licensing agreements; and

15 (4) provide universities the opportunity to

16 participate in such cooperative research and development

17 agreements when such participation will contribute to the

18 purpose of this Act.

19 SEC. 105. MODIFICATION OR DISAPPROVAL OF AGREEMENT.

20 The Secretary may disapprove or require the modification of

21 a cooperative research and development agreement under subsection

22 (a). Such agreement shall provide a 3D-day period beginning on

23· the date the agreement is submitted to the Secretary by the

24 director of the National Laboratory concerned, within which

25 period such action may be taken by the Secretary. In any case in

26 which the Secretary disapproves or requires the modification of
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1 any cooperative agreement submitted under this title, the

2 Secretary shall transmit a written explanation of such

3 disapproval or modification to the director of the National

4 Laboratory concerned within 30 days after such submission. If

5 such action is not taken within this thirty day period, the

6 cooperative research and development agreement shall be deemed

7 approved.

8 SEC. 106. LIMITATION.

9 The cumulative total of non-appropriated funds contracted to

10 be received in any year under all cooperative research and

11 development agreements entered into by the director of any

12 National Laboratory under this Act may not exceed an amount

13 equal to 10 percent of the annual bUdget of such National

14 Laboratory, unless approved in advance by the Secretary.

15 SEC. 107. CONFLICTS OF INTEREST.

16 (a) In negotiating or entering into any cooperative research

17 and development agreement under this section, and in negotiating

18 or granting any license or assignment with respect to

19 intellectual property subject to this section, the director of a

20 National Laboratory (and any employee of a laboratory manager or

21 operator who may be acting on behalf of the Director) shall carry

22 out such actions

23 (1) in compliance with all applicable laws and

24 regulations;

25 (2) in the public interest; and

26 (3) not for the benefit of the director of the National
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1 Laboratory, the employee, a related person, the laboratory

2 manager or operator, or a related entity.

3 (b) A director of a National Laboratory may not enter into

4 negotiations--

5 (1) for a cooperative research and development

6 agreement with a related person or a related entity; or

7 (2) for granting a license or assignment with respect

8 to intellectual property subject to this section to a

9 related person or a related entity until such negotiations

10 are approved in advance by the Secretary.

11 (c) Any cooperative research and development agreement

12 proposed to be entered into by a director of a National

13 Laboratory with a related person or a related entity, and any

14 license or assignment propose~ to be granted by the director of a

15 National Laboratory to a related person or a related entity, may

16 not become effective until it is approved by the Secretary.

17 (d) For purposes of this section, the term --

18 (1) "related person" means a person related to a

19 director of a National Laboratory or to an employee of

20 such a director by marriage, blood, or otherwise, as

21 determined by the Secretary under regulations; and

22 (2) "related entity" means a parent corporation of

23 a laboratory manager or operator, a subsidiary or

24 affiliate of a laboratory manager or operator, or any

25 other entity that has a financial relationship with, or

26 that is acting as an agent for, a laboratory manager or
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1 operator, as determined by the secretary under

2 regulations.

3 SEC. 105. RECORDS OF AGREEMENTS.

4 The director of each National Laboratory shall-maintain a

5 record of all cooperative research and development agreements

6 entered into under this title, and shall submit annually a copy

7 of such record to the Secretary.

8 SEC. 106; DUTIES AND RESPONSIBILITIES OF THE SECRETARY.

9 (a) The Secretary shall review all existing regulations,

10 policy guidelines, orders, directives, procedures, and

11 administrative processes associated with the abilities of the

12 directors of the National Laboratories to:

13 (1) enter into cooperative relationships and

14 cooperative research and development agreements with private

15 industry or universities;

16

17

18

(2) undertake work-for-others; and

(3) operate user facilities.

(b) The Secretary shall review existing standards for

19 resolving potential conflicts of interests to ensure that such

20 standards adequately establish guidelines for situations likely

21 to arise through the use of the authorities granted in this

22 subtitle, inclUding but not limited to cases where present or

23 former National Laboratory employees or their partners negotiate

24 licenses or assignments of titles to inventions or negotiate

25 cooperative research and development agreements with Federal

26 agencies '(including the Department of Energy or the laboratory
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1 manager or operator with which the employee involved is or was

2 formerly employed) .

3 (c) The Secretary shall--

4 (1) review the impact of the exchange of scientific

5 information, scientific innovation, and commercialization

6 resulting from cooperative research and development

7 agreements.

8 (2) survey non-federal parties interested in entering

9 into cooperative research and development agreements with

10 the National Laboratories to determine if adequate measures

11 exist to encourage scientific innovation and

12 commercialization resulting from cooperative research and

13 development agreements; and

14 (3) based on the results of such review and survey

15 develop policy recommendations that shall be submitted to

16 the Congress.

17 (d) The Secretary shall--

18 (1) formulate and carry out a comprehensive set of

19 policy guidelines to advance the goals of this subtitle,

20 based on the review under subsection (a);

21 (2) report to Congress and the President within 90

22 days after the date of the enactment of this subtitle on the

23 status of this review; and

24 (3) within 180 days after the date of the enactment of

25 this subtitle, implement the policy guidelines under

26 paragraph (1) that do not require regulations under section
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1 242.

2 SEC. 107. DEFINITIONS.

3 (a) For purposes of this title, the term--

4 (1) "collaborative party" means a party to a

5 cooperative research and development agreement;

6 (2) "computer software" means recorded information,

7 regardless of form or the media on which it may be recorded,

8 comprising computer programs or documentation thereof;

9 (3) "intellectual property" means. patents, trademarks,

10 copyrights, mask works, and other forms of comparable

11 property rights protected by federal law;

12 (4) "invention" means any invention that is or may be

13 patentable or otherwise protected under Title 35, united

14 States Code, or any novel variety of plant that is or may be

15 protected under the Plant Variety Protection Act (7 U.S.C.

16 2321 et seq.);

17 (5) "laboratory owned" means any rights in

18 intellectual property conveyed under this title to a

19 contractor operating a National Laboratory or any rights in

20 intellectual property arising under the operating contract

21 for a National Laboratory where rights are not expressly

22 taken by the United States Government or by a subcontractor;

23 (6) "made" when used in conjunction with any invention

24 means the conception or first actual reduction to practice

25 Of such invention;

26 (7) "subject invention" means any invention of a
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1 National Laboratory first conceived or reduced to practice

2 in the performance of work under a contract or funding

3 agreement for the operation of a National Laboratory;

4 (8) "third parties" means domestic entities located in

5 the united States who agree to manufacture and to conduct

6 research and development substantially in the United States

7 including

8 (A) Federal agencies other than the Department of

9 Energy;

10 (B) units of State or local government;

11 (C) industrial organizations, such as

12 corporations, partnerships, limited partnerships,

13 consortia, or industrial development organizations;

14 (D) public and private foundations;

15 (E) nonprofit organizations such as universities;

16 and

17 (F) licensees of inventions or computer software

18 owned by the laboratory manager or operator.

19 TITLE II -- CENTERS FOR RESEARCH ON RESEARCH ON

20 HIGH-TEMPERATURE SUPERCONDUCTING TECHNOLOGIES

21 SEC. 201. FINDINGS.

22 For purposes of this title, the Congress finds that:

23 (1) extensive research in superconducting materials is

24 being conducted by the Department of Energy to support its

25 programmatic activities in High Energy Physics, Magnetic

26 Fusion Energy, Energy Storage Systems, Electric Energy
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1 Systems, and Energy Conservation, pursuant to the Federal

2 Non-nuclear Energy Research and Development Act of 1974

3 (P.L. 93-577), the Energy Reorganization Act of 1974 (P.L.

4 93-483), and the Department of Energy Organization Act (P.L.

5 95-91) ;

6 (2) recent developments in high-temperature

7superconducting materials hold great promise for highly

8 efficient energy storage and transmission, medical

9 diagnostics, magnets for physics research and fusion

10 reactors, and smaller super-computers;

11 (3) if the United States is a world leader in basic

12 research on high-temperature superconducting materials, then

13 programs supporting this research at the Department of

14 Defense, the National Science Foundation, and the Department

15 of Energy should be maintained and strengthened; .

16 (4) there is intense international interest in the

17 commercialization of high~temperature superconducting

18 materials and the key to success in its commercialization

19 lies in the rapid development of these materials and the

20 identification of their applications; and

21 (5) the National Laboratories have demonstrated

22 expertise in high~temperature superconductivity research and

23 have a proven record in research in enabling technologies

24 which can benefit ~ industrial sector efforts in tb&

25 commercialization of new technologies and product

26 development.
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1 SEC. 202. PURPOSES.

2 The purposes of this title are --

3 (1) to provide for research on critical enabling

4 technologies to assist United States industry in the

5 commercialization of high-temperature superconductors;

6 (2) to provide national organization and coordination

7 in the research, development and commercialization of high-

8 temperature superconductors; and

9 (3) to encourage private industry, university, and

10 National Laboratory interaction through centers for research

11 on high-temperature superconductivity at the National

12 Laboratories.

13 SEC. 203. ESTABLISHMENT OF THE HIGH-TEMPERATURE SUPERCONDUCTOR

14 RESEARCH INITIATIVE.

15 The Secretary of Energy shall initiate and carry out a

16 cooperative program of research on enabling high-temperature

17 superconductor technology and on the practical applications of

18 such technology (here-in-after referred to in this title as the

19 "Initiative").

20 SEC. 205. COUNCIL ON ENABLING TECHNOLOGIES.

21 (a) ESTABLISHMENT. -- The secretary of Energy shall form the

22 "Council for Research on Enabling Technologies" (here-in-after

23 referred to in this title as the "Council") that shall be

24 composed or representatives of appropriate government agencies,

25 universities, and industry to provide advice to the Secretary in

26 setting goals and strategies for the Initiative.
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1 (b) DUTIES. -- The Council shall recommend guidelines for

2 the release of the technical findings and developments made by

3 the cooperative research centers established pursuant to

4 subsection (b). Guidelines for releasing technical findings set

5 forth by the Council shall be consistent with guidelines set

6 forth by affected Federal agencies.

7 (c) AVOIDANCE OF DUPLICATION.-- The Council shall keep

8 appraised of activities taking place at the existing Research

9 Centers on Superconductivity and Superconductivity Pilot Centers.

10 In carrying out its responsibilities under subsection (a), the

11 Council shall recommend to the Secretary and such Centers

12 measures to ensure that unnecessarily duplicative research or

13 activities are not being carried out at these Centers.

14 SEC. 206. CENTERS FOR RESEARCH ON ENABLING TECHNOLOGIES.

15 (a) The Secretary shall establish cooperative research

16 centers in enabling technologies for high-temperature

17 superconductingmaterials and applications (here-in-after

18 referred to in this title as "Centers") at one or more National

19 Laboratories with appropriate university and private industry

20 participants.

21 (b) The Centers shall be located at National Laboratories

22 that demonstrate expertise in

23 (1) high-temperature superconductivity research; and

24 (2) research in associated technologies including --

25 (A) thin film and bulk ceramic synthesis and

26 processing; and
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1 (B) characterization of physical, chemical,

2 and structural properties in materials.

3 SEC. 207. PARTICIPATION BY THE NATIONAL LABORATORIES.

4 (a) MISSION OF NATIONAL LABORATORIES.-- The Secretary shall

5 ensure that the National Laboratories oha~~ may participate in

6 the Initiative, to the extent that such participation is

7 consistent with the purposes of this Act.

8 (b) AGREEMENTS.-- The Secretary shall enter into such

9 contracts and agreements, with other Federal agencies, with U.s.

10 private industrial or research organizations, or consortia, or

11 with any college or university, as may be necessary to provide

12 for the active participation of the National Laboratories in the

13 Initiative.

14 (c) REQUIREMENTS. -- The Initiative shall include provisions

15 for one or more National Laboratory to conduct researchL

16 experimental, and development activities relating to high-

17 temperature superconductivity. Such activities may include

18 research. experimental. and development activities in associated

19 technologies (including thin film and bulk ceramic synthesis and

20 processing and the characterization of physical, chemical, and

21 structural properties in materials) .

22 SEC. 208. PERSONNEL EXCHANGES.

23 The Initiative may include provisions for temporary

24 exchanges of personnel between any domestic firm or university

25 referred to in this title and. the National Laboratorie' ~hat are

26 participating in the Initiative. The exchange of personnel may
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1 be subject to such restrictions, limitations, terms and

2 conditions as the Secretary considers necessary in the interest

3 of national security.

4 SEC. 209. OTHER DEPARTMENT OF ENERGY RESOURCES.

5 (a) AVAILABILITY OF RESOURCES.-- SUbject to subsection (b),

6 the Secretary may make available to other departments or agencies

7 of the Federal Government, and to any participant in research and

8 development projects under the Initiative, any facilities,

9 personnel, equipment, services, and other resources of the

10 Department of Energy for the purpose of conducting research and

11 development projects under the Initiative.

12 (b) REIMBURSEMENT. -- At his discretion, the Secretary maYL

13 to the extent practicable, make facilities available under this

14 section only to the extent that the cost of the use of such

15 facilities is reimbursed by the user.

16 SEC. 210. BUDGETING FOR HIGH-TEMPERATURE SUPERCONDUCTIVITY

17 RESEARCH.

18 To the extent the Secretary considers appropriate and

19 necessary, the Secretary, in preparing the research and

20 development budget of the Department of Energy to be included in

21 the annual budget submitted to the Congress by the President for

22 fiscal years 1990, 1991, 1992, 1993, 1994, and 1995 under section

23 1105(a) of title 31, United States Code, shall provide for·

24 programs, projects, and activities that encourage the

25 development of new technology in the field of high-temperature

26 superconductivity.
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1 SEC. 211. COST-SHARING AGREEMENTS.

2 (a) PERMITTED PROVISIONS. -- The Secretary shall ensureL

3 pursuant to title I, that contracts for the operation of National

4 Laboratories provide the director of each National Laboratory

5 that is participating in the Initiative or the contractor

6 operating any such National Laboratory the authority to receive

7 funds under any cooperative research and development agreement

8 entered into with a domestic firm or university under the

9 Initiative.

10 (b) CONSIDERATIONS. -- The director of each National

11 Laboratory that is participating in the Initiative, in

12 determining the type and extent of its laboratory participation

13 in carrying out work for others, shall undertake such work only

14 when facilities are available and there use would not interfere

15 with Department of Energy programs, and such DQ± create a future

16 detrimental burden on the National Laboratory.

17 (c) LIMITATIONS. -- (1) Not more than 10 percent of the

18 annual operating budget of any National Laboratory may be derived

19 from non-appropriated funds derived from contracts entered into

20 under the Initiative, except to the extent approved in advance by

21 the Secretary.

22 (2) Under subsection (a), no National Laboratory may

23 receive more than $10,000,000 of non-appropriated funds, or

24 the equivalent of such amount, from any person under any

25 cooperative research and development agreement entered into

26 under the Initiative, except to the extent approved in
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1 advance by the Secretary.

2 SEC. 212.
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13 re~~ree-~he-mod~£~ea~~on-o£,-any-aqreemen~-~~hm~~~ed-~o-~he

14 Seere~ary-~nder-~h~e-eee~~on,-w~~h~n-3e-daye-a£~er-e~eh

15 e~hm~~e~on,-~he-Seerebary-~ha%%-~ranem~~-a-wr~~~en-exp%ana~~on-o£

16 ~~eh-d~eappro~a%-or-mod~£~ea~~on-~e-~he-head-o£-~he-Na~~ona%

17 ~ahora~ory-eoneerned~

18 19L RECORD OF AGREEMENTS. -- Each National Laboratory shall

19 maintain a record of all agreements entered into under this

20 subtitle section and submit such record to the Secretary on an

21 annual basis.

22 SEC. 213. AVOIDANCE OF DUPLICATION.

23 In carrying out the Initiative, the Secretary shall ensure

24 that unnecessarily duplicative research is not performed at the

25 research facilities of the Department of Energy (including the

26 National Laboratories) that are participating in the Initiative.
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1 TITLE III. GENERAL PROVISIONS

2 SEC. 301. AUTHORITY OF THE SECRETARY.

3 (a) Nothing in this Act may be construed to affect or limit

4

5 (1) the authority of the Secretary to control all

6 classified or sensitive (as defined pursuant to section 148

7 of the Atomic Energy Act of 1954, as amended) research

8 contracts and agreements to which the Department of Energy

9 or a National Laboratory is a party; or

10 (2) the vesting of title in the Department of Energy of

11 all intellectual property that is made under classified or

12 sensitive (as defined pursuant to section 148 of the Atomic

13 Energy Act of 1954, as amended) research in a National

14 Laboratory or in a facility of a collaborative party under a

15 cooperative research and development agreement and that is

16 classified or sensitive.

17 SEC. 302. REGULATIONS.

18 (a) Within 180 days after the date of the enactment of this

19 Act, the Secretary shall prescribe regulations for implementing

20 sections 102, 303, and 304. In prescribing such regulations the

21 Secretary shall provide opportunity for public comment on

22 proposed regulations.

23 (b) Any such regulations shall be guided by the purpose of

24 this Act.

25 (c) Before the Secretary issues regulations under this

26 section, the Secretary shall consult with the Office of Federal
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1 Procurement Policy to review such regulations for consistency

2 with this subtitle.

3 SEC. 303. PATENT OWNERSHIP AND THE CONDITIONS OF OWNERSHIP.

4 (a) DISPOSAL OF TITLE TO INVENTIONS. -- Notwithstanding

5 section 152 of the Atomic Energy Act of 1954 (42 U.S.C. 2182),

6 section 9 of the Federal Non-nuclear Energy Research and -

7 Development Act of 1974 (42 U.S.C. 5908), or other provision of

8 law, the Secretary shall dispose of the title to any subject

9 invention made in the performance of a Department of Energy

10 contract to manage or operate any National Laboratory in the same

11 manner as applied to small business and nonprofit organizations

12 under Chapter 18 of, title 35, United States Code, except that a

13 condition of such disposal shall be the retention by the United

14 States of a royalty-free license to use such subject invention

15 for United States Government purposes.

16 (b) RETENTION OF TITLE BY UNITED STATES. -- (1) Whenever a

17 manager, operator or employee of a National Laboratory under a

18 contract makes a subject invention to which the Secretary has

19 determined (at the time of contracting for the management and

20 operation of the National Laboratory) to retain title for

21 exceptional circumstances under section 202(a) (ii) of title 35,

22 United States Code, the title to the subject invention shall be

23 retained by the Government unless the National Laboratory at

24 which the invention is made requests title to such invention and

25 the Secretary does not notify the director of the National

26 Laboratory--
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(A) within 90 days after receipt of. such request that

the subject invention is covered by a determination under

such section 202 (a) (ii); or

4 (B) within 150 days after receipt of such request that

5 the subject invention has been classified or has been

6 designated sensitive technical information as authorized by

7 section 148 of the Atomic Energy Act of 1954.

8 (2) When~ver a manager or operator of a National

9 Laboratory makes a subject invention to which the Secretary has

10 determined (at the time of contracting for the management and

11 operation of the National Laboratory) to retain title because the

12 invention is made in the course of or under a funding agreement

13 described in section 202(a) (iv) of title 35, United States Code,

14 the title to the subject invention shall be retained by the

15 Government unless the director of the National Laboratory at

16 whi.ch the invention is made requests title to such invention and

17 the Secretary does not notify the director of the National

18 Laboratory w~~h~~-ge-aay~-af~er-reee~p~-of-~~eh-reqae~~-~ha~-~hedrOp
-=

19 ~~Ye~~~o~

20 (A) within 150 days after receipt of such request that

.21 the subject invention has been classified or has been

22 designated sensitive technical information as authorized by

23 section 148 of the Atomic Energy Act of 1954; and

24 (B) within 90 days after receipt of such request that the

25 subject invention is covered by a determination under such

26 subsection 202(a) (iv).
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1 (3) The Secretary may not use export control statues or

2 regulations as the sole basis for refusing a request for title to

3 a subject invention.

4 (4) If the Secretary does not notify the director of the

5 National Laboratory that has requested title to a subject

6 invention in accordance with this section, such National

7 Laboratory shall be deemed to have elected title to the invention

8 under the Government-wide contractor patentable ownership

9 provisions of Chapter 18 of title 35, United States Code.

10 (c) The Secretary may, by rule with notice and public

11 comment under 5 U.S.C. 553, exempt from the operation of

12 subsection (b) any category of inventions that he determines is

13 directly related to research and development on the design,

14 manufacture, or utilization of any nuclear weapon or component.

15 SEC. 304. INTELLECTUAL PROPERTY.

16 (a) CONTRACT PROVISIONS. -- Any Department of Energy

17 contract for the management or operation of a National

18 Laboratory shall provide --

19 (1) that any royalties or income that is earned by the

20 manager or operator of a National Laboratory from the

21 licensing of laboratory-owned intellectual property rights

22 in any fiscal year shall be used as authorized under

23 subsection 202(c) (7) (E) of title 35, United States Code and

24 Section 13 (a) (1) (B) (i) - (iv) and section 13 (a) (2) - (4) of the

25 Stevenson~Wydler Technology Innovation Act of 1980 (15

26 U.S.C. 3710c (a) (1) (B) (i) - (iv) and 3710c (a) (2) - (4); and
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1 .. (2) that the costs of obtaining and protecting

2 intellectual property rights in any invention or computer

3 software, owned by the National Laboratory shall be paid for

4 by the laboratory manager or operator as a cost shared

5 expense under a cooperative research and development

6 agreement.

7 (b) The Secretary shall ensure that all intellectual

8 property granted to a laboratory manager or operator shall be

9 subject to a royalty-free license to use and reproduce such

10 intellectual property for united States Government purposes.

11 (c) The Secretary shall establish procedures to have the

12 management of intellectual property rights, including

13 procurement, retention, and licensing of such rights, in

14 connection with laboratory-owned inventions and computer

15 software, be the responsibility of the director of the National

16 Laboratory at which the invention or computer software are made,

17 developed or assigned.

18 (d) The Secretary shall prescribe regulations, orders, or

19 directives prohibiting any laboratory manager or operator who has

20 received title to intellectual property under this section from

21 receiving money or other benefit from the use or licensing of

22 such property for the benefit of the laboratory manager or

23 operator, except for research and development associated with

24 activities at the National Laboratory to promote technology

25 transfer as authorized bylaw, or in special circumstances, as

26 may be approved by the appropriate Department of Energy
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1 Operations Office manager.

2 (e) COMPENSATION. -- (1) Subject to paragraph (2), in return

3 for retaining title to any intellectual property rights in any

4 invention or discovery made in performance of a Department of

5 Energy cooperative research and development agreement, the

6 manager or operator of any National Laboratory shall pay to the

7 United States reasonable compensation based on the value of the

8 technology transferred. The amount of the payment arising as a

9 result of the transfer shall be set by an arbitration board

10 consisting of one member selected by the manager or operator of

11 the National Laboratory, one member selected by the Secretary,

12· and one member jointly selected by the manager or operator and

13 the Secretary. In determining the payment, the arbitration

14 boards shall set an amount that is proportionate with the

15 research and development costs funded by the United States. The

16 arbitration board shall hav~ discretion to permit the payment to

17 be made in installments according to the extent the manager or

18 operator uses or employs the intellectual property.

19 (2) Paragraph (1) shall not apply if:

20 (A) the contract manager and operator is operating

21 the National Laboratory for no profit or fee beyond

22 expenses; and

23 (B) such contract manager or operator is offering

24 the intellectual property for fair market value and any

25 value or royalties the contractor derives from the

26 intellectual property will be returned to the National



-, 31 -

1 Laboratory or the Federal Treasury in accordance with

2 Section 202 (c) (7) (E) of title 35, united States Code.

3 SEC. 305. MARCH-IN RIGHTS.

4 The Secretary may require the licensing to third parties of

5 all intellectual property owned by the laboratory manager or

6 operator that is subject to the provisions of this subtitle in

7 the same manner as provided under section 203 of title 35, United

8 States Code.

9 SEC. 306. OVERSIGHT.

10 (a) The Secretary, the Inspector General of the Department

11 of Energy, and the Comptroller General shall conduct periodic

12 audits of activities of the National Laboratories under this

13 Act.

14 (b) Nothing in this Act diminishes the responsibility of

15 the Secretary to keep Congress fully and currently informed or

16 the right of Congress to review and receive information with

17 respect to any agreement, license, or intellectual property

18 subject to this Act.

19 SEC. 307. COPYRIGHTS AND PATENTS.

20 This title does not confer any new authority on the

21 Department of Energy to obtain a copyright or a patent.

22 SEC. 308. LIABILITY OF THE UNITED STATES.

23 The united States may not be held liable for a claim

24 brought by any person alleging injury resulting from a product

25 embodying intellectual property or from a product produced

26 through the use of intellectual property acquired under this
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1 subtitle. The preceding sentence does not apply to such a

2 product if the product is produced by the Federal Government or

3 at the request of the Federal Government.

4 SEC. 309. EFFECTIVE DATE.

S This Act shall take effect 180 days after the date of the

,6 enactment of this Act (regardless of whether regulations have

7 been promulgated under section 302). The Secretary shall

8 immediately enter into negotiations with each laboratory manager

9 or operator to amend all existing contracts for the operation of

10 the National Laboratories, to reflect this Act.
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EXEOU"l'lVE OFPteGi or 'TliE Pi'll!l5II:lENT
Cl"ICI! Of' ~QlIIMllfllT ANI:) IWClQIT
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MEMOR.ll.HOUM FOlt:

11\OM:

SUBJECT:

DEPAR'l'!'mlfT OF COMMERCE
D!~ARTMElfT OF D!FENSE
OEPARTMENT OF ENERGY
DEPARTMENT OF JUSTICE
DEPARTMENT OF~y

J~81Cph S. Kelti
Deputy A.fio~ift~e lector

for Enerqr and. ciance

Interaiency Coordinating Maetinq on Title IV ot
$.1480: T~ehnQlogy Kanagement Policy tor the
D~partment ot Energy'. (DOE) National
Labot'l!Itories

On friaay, July 8, at 2 p.m., there will be 6 meeting to
discuse Titl~ IV of Senator Oom.nie!'. bill 14BO (aleo ~~ll~o

Amendment No. lG27-Department of tner9Y National Laboratory
Cooperative RlIlI'leaJ:'oh InH:illtives Act), It will be held in
Conference ~oom 10103 at the New !~eeutive Office Builctin~.

'title IV contains Teehnolo9Y Mana9@ment pOlicies that will
iuida the DOE laboratories in their future joint ventures. It
incllJd.es Intellectullll Property contract pr<;lVisions, TeChnical
Data an~ computer software ownership Conditions, ~atent Ownership
Conditions, IIlnd prOV18!ons on Authorities to Enter into coopera
tive R&D A9reements.

Secause of the hr@adth ot tha.a iSlIlues, it is important that
all 'ttl'" 49t!lneit!ls with eOl'lCl!lt"I'll!l in theSE! artllU' 1'ftl!U!lt to help dlJ'
velop an Administr~tiQn Position on these provisions. It is V~'Y

important that @ach of the SUbsections b. 4i$CU$$~~ and the views
of each o( the various agencies be understood. Then ~M5 &taff
will then be able to incocporlltm &98nc)' ,,18\>1& into lit. pf,/r,lit ion
:;;tatement 01'1 tl'l11ll T1tl"'. The resultin9 llItatelllent could then b'"
1.I111U<:1 eit.her for 11\ "floor position" em till!' bill or CUI a !Mll.l.l'll! for
suggestions chanies, for disc1.llllsiens with the Senator or his
staff.

In Attachment A there Are terse descriptions of the contents
of each 8e~tion of Title tV and. where Dp~ro~riate. terse atata
ment~ r~tl.ctin9 a9GnCr concern6 OM5 staft feel are yet to be
reBolv~d. Some of these concerns ar* major, etheTe are mln~~i

neverth$l~58. they n~.d to be cleare4 up $0 that everyone knowe
wher$ we stand on the iSBues.
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:t ha-ve'1I.180 lIlt.tao::hel;! III I/lhort piee. froll! III Dl!!3'tU;t.l!Ill!ll'lt. of
iner9Y (DO£) ~.iUl&tign thlllt describe. the function and role of
DOE's National Laboratory contractor. (Attllehllil$ne 9), Th.me labs
are Government OWned/Contractor Operat..d (GO/CO) @ntiti6s. One
contractor, such as the Univer.ity of California, may Qper$te
more than one lab (in this 011.•• 3 lAb.) or it lllay oporat.e only
one, such as the Univer.ity of Chioago at. the Ar90nne National
Laborat.ory near Chic39Q. In either 011.•• ; lab directors are the
emp19¥e•• o( the contractor; not the mana~er of %he contractinq
fh'll/I.

IlC:::LlMfl L~Mln Ii~:e5

\,

\

07/(:l'i/!'lS

I hope this exposition of the issues will enable us to sort
thrl~u9h the v~riQua sections of Titl. IV as quickly a. pO$sible
60 we gan spena the bulk ot the hour in di.eusain~ each ~ge"oY'5

rationale tor t.heir positions on the i ••u8••

Attachments

-,,-
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Attachlflent A

Disou••loDi ~itlo iT of 8.1410

Sec.401-~04: Fin4ing8, Purpose, Policy, and D.f!ni~ion8 of
Titl. !V-TeChnolo;y Man~9.ment at the C8partroent
Qi. Ei1IiZ09Y Nat.1orull LaborAtorie.

~tatGll\llInt:

The National Laboratories have demonstrated sueeaaSG. in
~.chnol09Y transfer into tho private sector but thi~ haa not been
cQneldlllroll.d a main m1s_ion of tha.e laboratorieB. Tho Natlon~l

~borator1e. should 08 controlled in Buch a manner oII.S to prQmets
the use gf technology and device. developed in the course of
their research to improve the competitive advantaq. ~t u.s.
indu~trie$. Mgre effective mana9QmGnt me.n. $treamlining the
contract1n9 procG&& while ad.4~uately prQtectin9 the intellectual
property pr•••nt 1n t.he labora~ory.

ThUS (401(2», "management authority for intelleetual prQp
erty mU$t be 9ranted to tne Diroctor. of the DOE National
Laboratori•• to ensure tnat they can neqotiate with induatry to
met up Qooperative R.O agreement•• "

~lIIU.lII :

1. statulII of the D reotor of a DO National Labora er :
National La era or QS are opera e by contractors. The only
role of the contractor iE to execute agency dir*ctiv@D. The
"Lablil" IIlre not 18911.1 entith'riIl and do not employ Federal
personnel. The only 1e9a1 .ntity involved iu til. contractor
responmibllfl for mllna~inq the la~Qratory. Effectiv~ly S.1480
by-passes the contractor, and 91v•• manaqement ~~thority to
on. of the oontractor's employ.... But the IllbQratory
~ir.ctQr 1s neither r ••ponBihl. for execution of the contraot
to manaq. the laboratory nor is this individual able to
.xecu~e III contract on 1::1Iallialf of ths Government without. III

ae189ation from the aq.nc~. (ID.r~1 a~.t10. arquc thia is a
Njor C1onGelrn.)
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QQBBet.@ and Tr.&.u~, on the c~h.r h.n~, woul~ ar9ue tha~

GltbQU9h, p.~b&P8, not the -bestAw&y to AQhleve '.deral
tGchnoloqy traneter, an approach .uch .s the D@meniei bill
woul~ en.ure that there i. an entity be.ide. the Department
with the r ••ponsibility to ••• to commercialization of the
re.ulta of federally-funded R6D. Whether this entity is the
director of the laboratory or the contractor, per ge, is not
• key iSDue.

~roaeh to Technology Transfer; 19fiorin9 189&1 iSSUG., i~

t & the '.mt way to aChIeve £6. desired result o! technolo9Y
transfer '~om the DOE laboratori.s? (Goa.lrBl: All agencies
have ~his concern.)

~r,er Issues: Higt.orically DOE has had the mand&t.e to di$~

.em nate and publish all of it. research l~or th. Y$e o! the
public. OND notes that now & &eries of tllchnolo~y tr~n$fer

~illB h@. clearly 1lI0V.~ to a policy of withholdinq informa
tion &0 that it can be exploited tor privlltlil profit. NliIVlil~

t.h.l.~•• no one is ~u99.$ting that partiCUlar private eom
pan1es should ~. qiven @)(c!usive u•• of Government researe~

facilities and t,h&n .xclu~iv. use of the l~~rativa product~

th.t t.he company choos&~ tg develop with C;ov_rnment funde.
Thu., thore 1. & conflict betwQ.n the individual $tep$ taken
to advanQ. t.~hnolo9Y trlanafer and the overall purpQDe of
Government laboratori~m. Th13 basic conflict between puhlic
and privat& interests rGma1nm to b. resol'~ad. Perhaps that
is the issue that $hoUld be discU8S.d instead of tocu~in9 on
~e detai15 of le9islation that _imply $!,1e-steps this basic
contliet.

':I.'he l)eplu;b\lIllDt ot lIllllllilrlll llX'CJUSlll ehl1lt t.he l'J1genoy should. re-
liC quire that. ell income ';Ullrn.l.ng intellect.ual propert.y t'~ulluH:ing

.Ict/-V{JI tram c;ollaocu,·&tlve resElllll;'ch Illqre.mllmt.1II be~.ween DOE Illbora-
,~ .~) tor1•• and privat.. sc~to~ parties shou14 be given ~lreeely to

(
v'I"'.rll~· J-l t.hlll priVAte 1I11lllctor entity participating in the aqrllliill!millnt.eI eJr V' The National Ultloratot'illllli IlIhoYllll bit y i.wee! as tec::hniC:lI.l

lIP \" resource. tor the pri"lIlt~. ;lUlctor; they shOUld be eontrolled
Jr:~J"'" ./ by pOlIcIes that. would prevent thelll froll! kUIl.l.n9 in competition
VIr)./'- pV1 with privat.e Aflct.or lIIIntiti...

I~J J,

l!
~; .~ / ' ,

;/
~~
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Sec.405~40el Cooperative R&D Aqr8em.~t. and Contract
C:onIli4111Z'1II1:J,cns

Itatelll!!.!:l£ I

ThE! Sec%'<Iil1;ary ot Enillu:'9Y Illllall pllU."ll\i t the dJ.lI:"lIlc'\:.ot' of lllny of
its National LaboratgriEl~ to .~t<lilr into cooperative a~r.~.~ts on
bllattal1:: of the D4IIlpilu:tmlllnt of l!:1"l1l1iJ:lJY IIlnd to nlllll0t.iate intellectual
property lloensinq iIIlqrelilments for it.s own Ia orilll~ry.

UnlSer 1lI1.1ch iII<,jreelllllllnt& tbill cll.irolilcto1:' 'fll.fA'i /lI,Ceel;lt, ret.lld.n. 1'U'Id.

use fund&, personnel, soIilrvic@_, and property fre'lli cOllabor&~in9

p.mrtiilllllll lIli'lGl prov ide pillllrlllc::.nnel, ilulrvieelll and pre~,.rt;:f to these
collaboratinq parties.

A9I:'S8111entlll Clf value lellllll than or .~..1 to $lL Ill!:!. 1 iol'l are l'I<;ot

GUDject to the ~rOVl1ill 0: the Secretary of Energy. ~or aqree-
1Illlilntl!i GxceetUng llli11ion the S@ll::r",tary ot !nlltl:qy Dhall approve,
disapprove, Or require lllodifici,tionlll lfit.h:l.n iii 3()-(181Y period be
qinning On the date the laboratory notifies the secretary.
A9rllilllilmenta shall not exC.ed 10 pereent of a laboratory'llI annual

(~~,: and liiacl'l agreement BhaU not liixellied $10 lail1 icm.

1~~~~l!l
t ( L ~on8t:itl.lt1onalitf It:l.llI official. ot the l~l(eC:1,1tivO!J 8rlilnch

Who are rlllllllponllli 1e to both Conqr12l11li llInd. thl!ll pJ:'~!Jlllid",nt for
$~eout1n9 aqency programs. I. it cen8~itl.ltion@1 for Q

non-Government employee tQ execute the functionm ot aft
F.~.cut1v. Branch officer or hiB Federal designee? (au.ti~",

not.•• , too, that this con.tit~ttonal mr91.1ment $n~ other mor~

complex arguments woyl~ &l~o relate ~o Title II of the bill,)

2. Appropri~tign Tran$f~{!t Coo9r••s appropriat•• funds for
specific p~rpOB.B. I is the rafipon.ibl1ity of the !xGcutivQ
Brancb to on.ure that these fund. fir. .~pen~e~ for thQ$$ ~ur

po.... At the very least, legls1atiQo would have to d.lo9a~&

Authority to a private .ector entity or a private indIvIdual
in a le9a11y respongible manner and appropriate funda to be
spent by that entity or that individual. CBDerqy, OHa, and
Ju.~la. tin~ this a very troubl.sowe aspect of th.
leg1lll1ation. )
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s.c. 4011 Patent owner.hlp ~nd ~. Condition. of OWnerShip

Stat••ent:

A Hat!on.~ L&boratQry tor thG PU~Q••• of th,1a 8.etio~ .hAL~

be tr@ated in the aA~. manner .u s~all DUBin••• And non-profit
organisations.

The laboratory .hall hey. automatic election of title ri~~t8

to inventions unbess the c.pai€~.nt has notiti.~1 the laboratory
within iO day. that the invention haa been desi9neted sensitive
or claD.tiled or that the technical information is covered by ~n

axceptionmlcircumstanee. determination.

tn. secretary of Energy may not y.. export ~ontrol Gta~ut*s

Qr re9ul.~iQn. as a basis for refusin9 to 9rant the right. of
auto~atie election of an invention. zx~.ptional cireumstano.~

provioions of the patent eo~e 41re not applicable solely on the
ba.is of these export control otatut•••

IIIlIBU&l! :

1,. E~ort Control statutes I Th••• statutes alene are not e
v~id reason to withhold potentially valuable commercial
prop.rty trom contractor.. (G.D.~all All 4l9Gncies aqree on
thia polnt.)

~r~l
However, BDor91 and Defe~.e both a~ue that cont~.etQrs m~m~

lIBq4l11y en.ur4ll compliance llIith !ll export control laws and
requlations, particularly in areus aftectinq nucl.~r pro
liferation and. nuclear wealPQnry. 01::h<llrwilll'll, ttl. llglllney has
.Uffic~.nt caUSG to d..ny ~ut~matic al_etlon of all patlilfit and
lic.n~1nq ri9hts. ~1iht. to !nvantions would than ~IB awarded
to th. contractor on a cas.-br-case basis.

2. Technology Tr&nsfsr and Comm.rciali~at!QDI N&tien~l Labora
tories are naithar emaIr16us!ne•••• nor nonprofit orqani~a

t t10na with entry into the commercial arena. If the Object is
n/2- cCMmercialilation of product. and p~oees8es arIsin9 from
It-.~ '. Gov.r1l'l1llent.~fundlilid R&D, the private lIIl6llctcr party eolll!.boratil'l<:j'

tl.
t~ with the laborato~y should autOlliatieally blll 9!ven all intel~

. . NY lectual property sUbjeot to its .t!orts to cO~lIIreializlll
. fJ-/J . these I.'uulte. (1lietU)
~~";YL/

~. 3. Federal Technolo ~ran5 er Polic ; Senate bill 1480 is a
~t8P In the rlqht d rect on. Some leqislation is needed to
brinq the Dapartm.nt of Bng~ patent pOlicy into conformity
wit.h that at other Federal agencie.. CUrrent practice of th~

iIl,lWtllricy dOllil. not CJo flllf' al110Ulih in the arell g·f techno:!.09Y
trAnsfer .n~ patent pQlicy to &a~i.fy ev.n Ex.cut1v~ Order
1~S91. (c...~r@e, ~~.&.ury)
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5«~, 40SlTechnical ~at. or (:gmp~t.r Softv~r. and thm Conditions
of ownereh1p .

~1II11'1'UIt. =

Technical Date and Software shall nok bo p1~li.h@d arid made
availabllll tQ t.h@ f\l.bllc b:f t.tl"" lilgenc1f when it: hllllll pot,III'1tial
co~ereial valu~. %'1:: remains tho profertr of the labQra~ory

thrQugh the dir@ctor ot the l~bor&tory.

Th@ director of th~ labora~ory .hall d.t.~~in. if ~him m&
t~rial should be available to the p~lie und.~ Fre.dom of
Information Act (FOIA) r@que.'t:5 during the t..~~ of nondi.clo~ure

to t:1~1II pl.ti:ll!c:,

IlItIIl.1il1llll:

1. .Development of Dat.lt.llnd Sott,wlire b)f t.he N'1I:ticmal t.akl<:)rator~
r~.: The Department of Energy (DO!) has Il Biaeu~cryr.~i~~-

~
' ment to ~i&.*~inate the t.~chnic~l d~ta and softwara d.~V~10P$d

~hi under beE funded research wrantB to th* pUblic and t9 u.s.
/~ induetry. Thi~ information relet.es to and .upport~ t.he /l>.ut.h-

)
' .~ oriz'l1ld asanc:i milIU! ion , Much of thi. infol:"dllation b developed

$peciticalli for applicat.ion and util!~ation at DO! t~vili-

t.ie. ot.hlllr them the develop:l.n9 sit-a. .

Technical data and software of t.hilll kind must. be mvailahle
for th~ entire eqency'. use or the taxpayer ~ill have to pay
many time. over tor the .ame :l.nfo~ation and oapabilities,
The role an" fUflct.ion !;It DOE'. GO/CO'. JoB at 16$\.1<' !lera,
(Ili'tUnl

2,

:; .

FOIA eX$~ttions: This lG91t11lation would vast the director of
a Nationa-LabOratory, a privata citizen, with the di~cration
to determine what im and What is not material 5Ub~eot to FO!A
re91.11ationa. A9ain, the role and function ot DOE's GO/CO's
18 at issue. (.a.~f7)

Laryer ISBues: Tbis legislation eontains a vary broad
deC nl£10n ot teohnioal data

the tlilrm "tlill~hnic:lll.:!. !ililtll" lrICilArllill reeor;;l,e><i infQrmlllt:!Ol'l Qf ..
sel.ntif!e or technical natur. r~9ardl.ss of fQ~ or the

(_ media on which it II'IGf be reeorde4,
t' 0)

I f'i>(.,~jTM,lIiI definition would IIItQP ~hlll publiC:ll.tJ,on or dilute ..' tl'llii
M content of moet SCientific articles publi6hsd by employees of

DOE laborator16$. The ullle ot this definition woul~ B~riously

alt.r the currontly exletini relationship between the
Deportment of ~neriY ond i~. Nmtional LAboratory con~raetors.

Cu~rent p~&ctio. consists of Golo-.oureini to the.e labora
tories broa~ly 4.fin~d, non-ioe1 orientlill~ rea@&rch ~Qntraeta

to carry out Conqr~@a!onaly-~.nd~tGddirective.. This



<o-

prillct1o~ reU.tls on thll! blpHeit 1I11JilIUlIIIpt:!.0l1i th.at thlll dl'\ljJle
funotion Qt th••$ labQrat@r1oe i. to Gon4uet r$se&rch with a
lonq-tsT.OO iayoff that h.~ no imm@dimt. application in any
ic1entifiab III .rena includI.l.l'llj' the cOlilllll~rClia,l IiIlI1llQtor.

To 8$t the laboratories ~p a. property holders with veut.ed
ir.t.r~at$ in eOllllmilllrc!al entillrpris*ill is to chan9_ radically
their nature and! functicm. Today ttl.;y IU'lII, entlt:.i..s i\h!l.t:
carry out. important r1ll8oell::C:l1. t.askllll that: p:d,vlll~e resaareh
establishments find! to be too bauic or too lOfi9-r$nqe to
e1l9e1qe the!r int.'Ilreut. TI'lCll prodUct. ot relll'8lU'eh I1'lt !Xl!: has
been publishable rS8ulte. The pU~08. in generat:ifi9 techni
cal data has been to lllakllli thfi rllllil!lUltll gerlCu;'e.lly availabllll to
the pUblic. '1'h411 real illlllUI$ to be CU.SCUlIllhll,d rilllleitiv1!l to i:hb
proviBion I1'ln~ the ~ore 9.nll.ra1 intelle~tual property provi
mion hi t.he role or DO! GO/CO lilborator.l.ellli in the implemem
t&tion ot national science policy. (OHl, laer9Y)

fl"n
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Sec. ~09·411; Xnt.ll$~tu@l 'rcperty e~ntr.et Pr~isionfi. sp~ci~l
aul. ter Waiver of GOVernaen~ Lie~n•• ft19ht=,
March-in .i9h~•

.9tll.t:elllflnt:

The mAnage=$nt of all intel1setual property r!~h~m develop~d

within a laboratori ahall b. the re.ponsibility of the director.
All rQlml~l•• or income from it will be used as specified in the
FadGlral '1'GlchnolQ9Y Tt"ansfer Aet. ot 1986.

All eosts of obtaining an~ protecting intellectual prope~ty

:t'ightl1i Q\ffiad by the Wat1ol\al Lmborlitory fIlhall be plllid for by the
Olilp,lrtillllllnt when not Qffsielt by income .lIumed frOll1 licGIUlil'lf;J of
laboratory-owned intellectual prcp.r~y r19ht$.

Unles~ the contractor operates the labQra~ory for no p~~tit

Qr fa. bercndl ~Xpen8e& or allows all income earned from labo~a
tory intellectual property to rGv.rt to the labQr.~o~y, ~h.

contractor ghall pay to the u.s. Government rea$onable cempen~a~

tion"baeed on the valu~ of the technolo~ transferred.

When 1nt~11ectual propmrty right8 are licensed by the labora
tory to third iart16s, $tan~ard march-in r19hts are 3vailable tg
the ai-ney to ansure that tn. teehnoloqy is comm@rcialized.

lU~1

1.

2.

2
J.

f

Fer coo,.rat1ve ventureS I The collaboratinq indumtrial p~rey

has & a rae! Interest and inv$Gtment in the re~earch as well
aa the capft~1l1ty to commereialize the technole~y. ThUS, the
most effieient transfer into the private sector will be
realized by ~utomat~ically 9iving all rights and income earn
ing property to th§ commercial firm. (DD.~)

Confliot of r.nt~re~t Policies: Contractors of the Department
of Energy are private 8@ceor antit1G$. All provisions of the
QQn~ractm DGtween t~e Department .nd the contractor mu~t be
ne90t1~t8d. Shoul~ the contractor (~r equally the laborato~y

director) ~. qiven the blanket authorities SU9ge8t8~ in the
leqlGl~t1onl it 18 ft&ce••ary tb.t ¢onf11ct ot 1nter~st provi
mions govGrning t~~hnOlcgy transfer activities ba atatutorily
~andatad. Without that mandate eU~h contract prQvi~ion5,

protect!nq both thdl contractor and the public, WQuld be
~ll=Qst l~possibl. to ne9otiat.. (ma.r~, OHD)

Co_ts Borne by the Gov.rnment: P.t.n~ litiqation CGn ~e

eno~oualy .xpenfiiv~. It I. totally unwi.~ to adopt a policy
in which the Depart~ent of !n.~y &9rees to iftdemnity it~
eontraetoro IIIfainet such 1~t19mtion. Th. Government wguld
~:nen b~ involved in s~~port of & contractor's p~$iti¢n with

"'7'"
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r~~ard ~o prop~rty ov@X' ~hlQh the Gov*rnm@nt h3e no ~an&9~

l!IIllIl\t:. control.

it i. Bieo .n unw~rrant.d .~ai4y to hay. thG P~d@~al

GOV@I:t:'l"Il'lilnt PIllY all ,col15te for pr.l.....at. llllBctor liClIlltlmil'ic:r a9r~e

~.nt.. T~ere ie no reAlllon to adopt such a policy ~imply be~

CiUi11>ll1 th!il Fir i vatill 111$<:11:.0:: party in t.tl! III inlllltlllnc<!I 1ll! III N!IItiOl"l" 1
LIII~grllltgry mlllnIlll9.~~nt contractor or it~ lillbora~ory direotor.
(lilaalllrcn, QOl
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Attlillehl\'!illnt B

DO! Han&~.m~nt and Oper~ting Contr~ctO~5

(tram a propomed ela~~ Patent Rule)

;V'D~o~::<~0000 oontra,'o,', tho D••art••nt ., ,na'91 (DOE),

I
. unlike moat other Gov~rnm.nt &ianci.e, employs contractors to

man&.9& and Qp.ra~. e$rt~in of its m~jQr research, production and
w34pons facilities. The follow!n9 principl@$, •• set forth by
the S*eretar¥ of !ner9~, provide the Foliey framework for ehe3~

mmna~ament and operating (GOCO) contracts: .

(1) The Cov.~nm.fit retain. remponm!s!l!ty tor ov~rall pro
qram mana~em.nt and projeGt technical direction whil$
~he eontrao~cr 13 rGepgnsible tor the aay-tQ-~~Y

m8naqemen~ of the work;

(2) T~e Government and Qontraetor have an iaentity ot
inter••t in the mission being pursue~j

(3) The partiee intend G loni-term clo.e relationShip,

(4) The Government ~$$urnea virtu~lly all financial risk;

(5) The contractor fa hired to manage;

(6) The contractor broedly supporte the performance of
Oov@rnment functions by G~.c~~lni ~rograrn$ of nation&l
.i9nirican~e on behalf of ell. Government; and

(';) 'I'll", CCVl'u,"l'llllent Ultimately 1m rlllllllpoflillible tor I!l~curity,

h~alth ~nd ~af~tr end the proper use ot public fun~s"

~~h"I!H!' cQntr&t::tol:-QP<il!J:ii1ItlilQ Government facilities havlIl tor some
forty yea~@ b.n.fite~ DOE an~ its pr@d.eeSillor agenci•• in carrl
1.l'l<;)' cme agQol'lG':f r<!iliil"'arch, I:levelopment, Iill"lc'l: d.QlnQl'lstra'tiol'i (I'I.,O&D)
prGgz~""llll. Tlllii GOer) facH.1 tielll hlllVflh. in 9i%"~at 1IIl$allll!l'Gl, had II
rel'llarkabl.. reeerd. ot Baientific llnd t,,<::!ll'lic::al aueeesill. Th1l1l ilill.lC
<;l@ill" is dl.llll. in P&l':t. t:Q toh. \llrd,~.... cClIllt.ractuua.l. r@latlcllil'lhip
th~t e~ists between DOl and ita GOCOB; vis", the d.~1eatlQn of
both t:;acl'lfl:l.eal ,IU)(1 llldrn!n,i,strative IIIkilll11lof ill privatlt orlj1ll.niiila
tion to ~ algoiflcant F@~@ral mi~$ion in a close, long-term,
ooop@r~tiv. rel~t:l.Qn.hip.
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