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, :02. DI.poalUoa of mhta

, fa) Each nDnproflt Drp.nlz.tlDnDr s,,,aU bUll.
nesa firm m." ..1thln a reasD".ble time after
d;,clDsure u r.qulred by pl.rai'l'lph (c)<l1 of
lhla IOCttOn. elect to r.tatn title to Uly subject
Inantlon: I'ro,~tktl, holt.nr.Th.t & lund~n,
a,:eement may pro,·tde...otheroa"tse (1) it lid. the
'tsnd'".; '"U'h'''' "'n ')\1 .'!i atloft If •
Soecrnrnu,' I •., •• , ........ If ""."tltIIR fa.
dttf.- .

uen tb'CQIltract.oi la Dot locited Iii ill, ¥ft~States0

_J1j~h:;,~ 01::: bUSin~r:ted~ the t1Aie St&U;3 0
II '~b)~ e co ISf • Ii rei leverumens. .-.. - ... ~

'(\1) In exceptional c~tances ...hen It
" determined by the &aency that restrlctlDn Dr
.Umlnatlon. of Ihe rlSllt to retain title to UI7
subject Inventloll ..·m better promote the policy
Uld objectl,·e. Df thlachlpter _<lII1 .. hen It Ia
d.t.rmlned b)' I QDvemment .uthOl1l)· ...hlch
Ia ,u.lhDrlted by .•tltute. or E"ecutlve order to
conduct forelcn IntelJl"nce or counl.r·lnteW·
,.nce OCUYltle. that the re.trlctIDn. or ellmlna·
tlDn of the rI,ht 10 retain tltI. to Iny .ubject

(f) The term "practical Ipplicalion" means
tomUlufacture'ln Ihe-cue of a compDslUon
or prDduct. to practice In the caseof • process
or melhod, Dr to operate In the case Df • ·ma.
chine Dr system: and. in eaeh case, under such
cDndltlDns U to establish th.t the inv~ntlon
II boinl utilized Uld Ihat Its b.neflts ue to
Ihe utent petmltted by la... or QO\trnment
rtl;Ulatlons "'allable to the publJc Dn reason·
.blete~

C', The tenD "made" ...henuse4-Inrel.tlCln
to Uly Invention means the cDnc.ptlon Dr
flrst actual rtductlon to pracllce Df such In· .
..ntlon. .

eh) The ti:nIl '"s"'alJ b~<lr'''SlJ:nn''mo..~..s a
~m",11 bu~!nes.s coneern U dt-~!.n!'d at section 2
of PubUc La.. 85-536 <15 t1.S.C.632) and llIl'
plementln, relUlatlons of tbe Administrator
of the Small Business AdmInistratlDn.

(/) The tena "nDnproflt DrSUll:.atlon"
.mean.s unlvenlU.. Uld Dther InstltutlDns. of
hlcher .education or Ul orcanl:.atlDn of the
type desc:rlbe.d In section S01(c)(31 of the In­
ternal J\evenue CDde of 1954 (26. t7.S.C.
SOllc» Uld exempt frDm tUItion under sec.
Uon SOlC&1 of the Internal R.evenue Code (28
U.S.C. SOle.» or Uly nonproflt scientific Dr
educational ol'lanlzatlon qualified under •
Stlte nonprofit Dr,anlzatlon statute.

cel The term ".ubject invention" m.ans Ul7
1D\'enttDn Df the cDntractDr conceh·.d or fint .
actually reduc.d to practice In the perlorm·
Ulee Df..ork under a fU"ditll IlII"e~m':.nt.

~r;l~r~~eft1;j;tt!!to!!JDj!
O£cur,~uring t e,/'$riod~( coP.,tI~~ penor'llW1c. .

Cd! The tenD "lnventiDn'" means Uly tn"en.
tlDn or dlscDvery "'hlch II or may be patent•
Obl.e or otherwise protect&bJe under thla title.

. .iMrofmbl. un~i~2fivr:ty~twp~~:a~J.h2fJ].~
1tts .J

PoUo, and obJtcll...
DefinlUo....
Dl1po,IUonof rtlhIL
M.rch:tn l1.hIL.'"
Pretert'nce for t7llkfod Stat... Indl.&Jttr.
Contidf'fttla.Ut7.
UnUc.rm ct~~s WId tf'cu!atlona.
Domt"stic and fatticn ,prowUOft or t"dr~
o.n~ 1n'..enUo~ , '

Rerulatlons lo,oemJn' Ft"drr'ILI UC't'Ntna.
Relt.r1ctJona Oft lICtl\iln.' of tf"CIt"raJl) o.n"

lnnnUonL
Prtcoclon... o'oh.p....
Rol.Uonshlp tAl anlltnIJt ,.....

DiIpoUtlOll 01i'lchlAllAlCI_lIouJ .......

• %00. "01107 .n' obJtclIoe

It Ia the policy Uld objecth·. of th. Con~....a
to use tM patent s)'stem to promote Ih. utll\.:a.
tlDn .of InventlDns arLslnc from fedenJb' .up.
ported res.arch or d.,·eIDpm.nt: to .".DII.......
maximum p"rtlcipation Df ,:n&11 bu.in... firma
In t~de:aUy, su~;.~r:pd rfo~(·R.:"(,,h. a.nd dn drp.
1":\!:':1t e!toru; rO;l:"~":P ~i)::,;t:\"':-R ~ lOr. Lc·t ...t'1'"ft

to~:nf:rcj&1 r~nC't':ns L"d nt:".;":-ottt or.:~\r~~...
tiO:"lS. lneluc!Jnl unhe:-s~:!ts: to ([".'m°,. 1~~"t &no
~.ntID".s m.de b)' nonprDflt o.~""'ll:.allo:.. lUId·
small business tlrma u. us~d In a m.."m.r 10
prDrnDte fr~e rompetltlon IlZId .ni.,prlo.: to
promote the ro:n.."e,clal;;.li~n Ul:S rubllc
a,aU.billt)· of !r.'onl:o:ll rr.o:S. In the l'l\!,1'd
States by t:ni~ed S:ates 1r:ch:.~~r, LP1~!:".~C1r; to
e-nsure that the Oo\·efT_"Drntot':&~:"'.s·,u!!l:irnt
rishts In f.der.n)· support.d L"l\ ."1:0:11 tD m••t .
the neecla Df the Qo'·ern",.nt ""ld prot ret the
public .,alnst n.DnUie' or unr.UDn.bl. u•• of
Inv.ntlons: .nd to mlnlml::e Ih. C(\.lIo of .ctmln·
Ist~rln, pDlIcles Inthla UK.

• :rtl.n"f':nIUonl

M us.d In this ch'-pt.:...
(alThe term ··Fed.ral Ai.n,)·'" m.....'" &Il2"

executl\'e 'S.nc)· u d.tln.d In arctlon la~ of
title $. Unlt.d Stat.s Cod•. L"ld th. ",llIt"'1
d.p.rtm.nts u d.tln.d b)' ..,·II.n I~: 01 till.
5, Unll.d St.tes Code.

Cb) Th. term '"fun:Sln. ,,:••"""1" II,,'L'lI
an)' cDntra.t, Irant. or COClI"'ralh. a,r••m.nt
~nlered ·Into IMt.,..en &1\)' F..~t:-a: Alirn:)". I

other than the TeM...... \·all.y AUlh"rtt)".
and .ny contractor forth. pcorf.=an.... 01

I experlmenlal. dnelopmenlal. or resean:h
"'Drk funded III ...hole or In Part by the Feder·
al Qo,·emment. Such term Include. Uly Yo
sllnment, substltutlDn Of parties. or .ubcDn·
tract Df any type entered Into for the per·
lormanee Df experimental. developmental. or
resean:h work under a fundln, acreement u
herein detlned.

.(C) The tena "contractor" means any
person. smaU business finn. Dr nDnprofl1 or'
'Ullzatlon thllt .. a part, to • fundln, '11'­
ment.
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<r> The term "practical application" means
to manufacture' In the cue of a composition
or product. to practice In the case of a process
or method. or to operate In the c.... 01 a·ma.
chine or system; and. in each cue. under such
conditions as to establish that the invention
is b.ini utilized and that Its benefits are to
the extent pennitted by law or OOI.rnment
reoulations available to lbe public on reason.
able terms.

<r) The Urm "made" when used In relation
to any Invention means the conception or
first actual reductlon to practice of such in••
ventlon,

(h> The term "s..:18.11 b:.::~ir:ess nrm" rneans a
~.:n1\1l bus.ness conce-rn as d~f!ned a.t section 2
of Public L&w 85-536 (15 U.S.C. 632) and 1m.
plementlnr rerulations of the Administrator
01 the Small Business Ad.ministratlon.

(f) The term "nonprof!t or.anizatlon"
.means unlversltles and other InstltUtions of
hJiher education or an orianizatlon of the
type described In section 501.(c)(3) of the In­
terns.1 Revenue Code of 1954 (28 U.S.C.
~Ol(c» and exempt Irom taxation under sec.
tlon 501<al of the Internal Revenue Code (28
U.S.C. 501<a» or 'any nonprofit scientific or
tducatlonal orranlzatlon qualified under a
Statt nonprofit o~anlzatlonstatute.

Cd) The term "invention" means any Inven,
- tlon or discovery which Is or may be paUnt.

able or otherwise prOlectable under thls title.

. ~h' 0

~ WCtectab!~ un1i~rttp=t!~;'iy\W=iL~#j7 f--.2 et Seq.)

(tI) In exceptional c~wnstancliswhtn It
II determined by the arency that restriction or
tllmlnatlon 01 the'rliht to rttaln tltlt to any
subJect Invention wl1l bttt.r promote tht polie)'
and objectives 01 Lhls chapter _<llIi "'hen IL Is
dettrmlntd by aOovernmtntauthoril)' "'hid,
la authortztd by statute or Executll'e order to
conduct forelm tntelillence or counter·lnttlli·
lence actlvltlel th.at the restriction or tllmlna·
lion of the rllht to retain title to any subject

(el The tenn ..subject Invention" means any
invention of ,the contrsctcr conceiv·ed or first
actually reduced to pra.etiee In theperlorni·
anee' of wcrk under a fundine &iTeement,

:.~~th*~v~e~D ant. the 'd~t" Or d ~t1~" .~ (

&~PllUlt V~ty P;Wiiiib<ii171nck1W)(~~
O£cur.~unngt .,P$riod o,f C09.tt1'~ performance .'

PollC)' I.ndobjecUve.
Deflnltionl.
OlsposJtlonot ",htL
M.rch·ln Ml'ht.l.
Preference !'Dr OnJt~d SLl.trs lndu..octry.
Contldentlallty,_ ~

Uniform t·!.luu:s ~.,::! r(,~.J~"t1ons.

Domestic and rorel~ protol"t"t1on of 'loJr":"'&.:..:.r
owned inventions.

Rerulations rovemJ.n1 Ft"d('nU llC'rr'_otlnl.
Restrictions on llcens1rlc ottf"dt~ra.1I) o"'nPd

inventioN. .
Precedenee of chapter.
RelatJ,onshlp to a.ntllrostl••"I.

DilpaatiOli 01npla iIlld_tiCllla1 awarda.

CHAI'TER ,IB-PATEST RIGII'f'!; IS ISn"TIU'S
~ADE WITH FEDERAL AS~I~TA"0:

Sec.
200.
201.
202.
203.
204.
205.
205.
207.

I 200. Policy and object;••

It is thellOllcy and objecth'e 01 the COI1~""'"
to use the patent system to promete tht utllt:a.
tlon of inventions arlslnr lryll\ Itdtr&ll)' ,up­
ported research or development; te e:'1C"C'HU"'l",-r
rnaximwn participation or small business tlrms
in fede:-ally su~;:~rted rp~t'l\:-("h A..'1d dt'\('lC';>o
rnent efforts; to p:-v...,~tt" CJ::.~ :"'~":-3 ~ :0::' l,(,t .... l"t'n
comrnercial concerns L.,d nr:-.;·:-o!it or..;..::~;-.a·
tionS, incbdini uni\"~:s;::es; to en..~~I"'~ ~~~"t In·
venttons rnade b)-'non~roflt or':l'I.."1.i:.s.tiof:t:- Md
small business !inns are us~d In a ma:l.llrr to
promote tree C'o:n;J'et!Uon l\lHt t"nt~rprl~(": to
promote the cornmerciahzat ioJr'J an:! t:'::bile·
a\'e.ilabilJt)t otir.','ent:ons I!'.9dtln the , t'nl:M:I
Stales by C'r!i:td S:a:es lr.d~!t~:~ !l."~ ::,~C1r; to
ensure that the Oo...·errjn!nt ot'is.~:-..s sU~!I.:"it·nt

rig'htsin federall)-' sU?;Jort~dL.,\ t:"l~:o:u to rnt"et
the needs of the OOI'e!'IUl:l'tnt L"ldprot~<t the
public aratnst nonu.se or WU'tasonablt uee '01
Inventions; and to lI\lnl:n~ tht ecsts o! Admlh·
isterinr pollcles In this a.rtL

.~ ~(\1. nrf'inition.

As used In this eha;>te,-
(al The term "Fedeal ....ne)·.. m.....'" MY

executive aiene)' as de!intd In .."ctlon IO~ 01
title 5. Unlttd stares Codt. L"ld tht ",lilt,.,.)·
departments as defintd br :cn.·tlc-n 1(': of t!Ue
5. United States Cude.

<b> The term "(un:jins- Il";;t·t·~:t':"\l·' nw!\,:U
an)-' contract, irant,·or.coClrt'ratl\t !\1iO:'(,(,:l\rnt
entered into betv."ten Ion)" Ft'Ioi~r-s.:. "IaC':l:)'.

other than Lhe Tennt..tt '·an.l· Alit ""rlt)·.
and any. contractor for thr pt'rtC'r::~.lh'" of

experimental. developmental. or research
work lundedln whole or In part by the Feder·
al Ooyenunent. Such tetln Includes any u·
slment. substitution of parties. or subcen­
tract of any type entered Into for the per­
lonnance of experimental. developmental. or .
research work linder a lundlnr arreement u
herein defined.

(0) The term "contractor" means any
person. sm.all business linn. or nonprolit or­
ganization that Is a party to a lundlni arree·
ment.

205.
208.

210.
211.

212--



to !SSue regulations
'encies may not exerC!M01 situationS Tii w

those clal15eS,

Invention 1. nece...ar)' to prot eet the security of
sur.h acttvtttes.

,!ie Sel:ret
t

v w en the fundin eement
atio"n ora vemment-owne. contractor-o r-

e artment 0 ner rtmart e 1ca e 0
that De artment's nava nuc ear ro u S10n or wea ons re a e

ro ams an a un In a eamen lml a Ions un er IS
5U ar a on t e c ntractor s rt t to e ect tlt e to su ec
',wention re 1 it to inventIons occurr:n un er tea ove

. two programs 0 t e partment 0 nern· _•• _.
_.._ . The rillhts of the nonprofit or.

Ilanizatlon or s~aU ·busine... firm shall be sub·
Ject to the provls,ons of paragraph <c) of this
section and the other provtslons of this chap·
ter,

ft



(3) At leut enee e&eh j'~&l', the Comptroller
Gener&! shall tnnsmlt a report to Ihe Commit·
tees on the Judiciarj' o( the S'Mle .nd House
of Rtpresen~4tiq's(jnthe me nn-r ih .....·hich this
chapter Is being, :!:1ple~t:ntcdb)" theai,e-!1cies
IUId on such other aspecu o( Government
patent... polic1es" and practices with. respect to
(ederally (unded tnventlons &5 the Comptroller
General believes appropriate,

(c) Each (undtne agTeement ..1th a small busl·
ness !lrm or nonprofit organization shall con­
taln approprIate provisions to affectuate the
followlnr:

requirement that the contract r da.
h subject Inventlon to the edera!

agency thin a reuonable time a er It Is
made and hat the Federal Go"e ent may
receh'e tltl to anj' subject lnven n not reo
ported to It, thIn sucn, tf:ne.

(2) A requ~r .. ent that the ce .:act'or make
an E"lection to etain tfUe 10 ). subject In.
ventton ...llhln a easonable I . e after dlsclo.
sure and that th Federal overnment may
receive tltle t o an~' . ubject . ventton tn which
the conrractor does ote' ct to retain rJaht.s
or: fa!!s to €j~ctr~rht.s -it in such ttrne.

(3). A re~ulrement Ih a cont:actoreJectlng
'lihtsrue ~alent app tlons ..'Ilhin reason-
able times arid that e ederaJ GO\ernment
maj' recelve title tonj' S ject lnventtons In
the United States other untrles In "'hlch
the contractot h not rue patent appllca·
tlons on the s Iect Invent! wtthtn such
times.

(4) With re eet to an;' 11'1\'en
thecontrac r ejects rIghts, t e Federal
agency aha ha\'4! a nonexclusive, ontrans­
Ierable, Ir vocable, paId· uP license to prac'
tlce or h 'e practlced (or or on beha o( the
Unlteod at!! Ln)' subjpct In\'pntlonth CtUih.
out t world. and may. i( provided I the

'(und g acreement. have addition&! rleh to
subl' ense anrforeilllllo,ernmentor Inte a·
tlo &! orlanization pursuant to any exl.t1
o future treaty or acreement, '

"(

that is not mOr'e dian sixty days prior to the end of tliestatutory



(5) The. ri,ht of t1ie .J'!ederaJ aiency t.o re­
qUire periodtc reporttn, on ·the utilization or
efforts at obtainin, utllization that are bein,
made b.Y the contractor or his licensees or .....
slgnees. Pro~ld.l1,That any such information_. ..

::J~~UF~a:f:~=i~e=
be. tre&ted by the FederalacenCy as com'

mercial and financial information obtained
from a person and privileced and eonfldentlal
and not subject to disclosure under section
552 of title 5 of the Cnited 5t aves Code.

(6) An obIi,ation on the part of the contrac·
tor. in the event a Cnited siaves patent appli·
cation is flied by or on its behal! or by any ...·
signee oHhe contractor. to include within the
<pecification of such application and any
patent issuin, thereon. a statement specify­
inc that the invention was made with Govern­
ment support and that the Qovernment has
c:trtain ri~hu in thr in\'ention~ . r



(7) In the C33e of. nonprofit or.anization.
fA) a prohibition upon the assirnrnent of
rights to • subject invention in the· U"lted
States ...ithout the approval of the :Federal
asencv. except where such assignmentLs
made to an oryan!z.a.tionwhich has as oneal
i:.s pri.r:1:s.ry ~i.nc~io:,:"".:s t!1e r:":.:..~agtme!'1t of in­
\1:;"!1:i.:.;:s tI i OJ b: l=I"' at, :t.:JF, (' .• '_::I_~ tn
or i~Pi JlilJlC';a ''l'&~''r'i') 'JI' POi} iA.
a/ber Qr-"a;~"·iQ?$&r-2~edin 'be ,,· .. ·"s;·
ture or sale of products.or "the use of process•

. _. __ .. loo._~ i_ft ....Hi........... - l":' •. ,;...: ..._",_ .... _ l_

Note- "(0)"
to the left
should have
the words
"a preferenc
before the
word "in. n

It is expect
that this wi
be corrected
early in the
next Congres



lSI The requirements of sectlo.,. .203 and
ZO{ 01 this chapler.

Cdl II a contractor does not eject to rPt&ln
title to a subject Inventrcn in cases sub jeri to
thiS section. the Federal agency may con"der
and alter consultation with the contraNor
iTant requests lor retention of rights by the In.
venter subject to the provision.> of thiS Act and
regulations promulgated hereunder.

(e)· In any. case wnen a FederaJemplo)o"eeo Is &
coinvent-oro! an~' Invention made under a -(undo
ina aiTeement. ~'ith anonprof1t or"a.nizatlon or
small business firm, the' Federal agency "m.
plo)'ing such coinventor is autl10rlzed to ttans.
fer orassim ..'hatever rights It may acquire In
the subject Invention Irom Its employee to the
contractor subject to the conditions set fOrth In
this chapter.

(f)(1) No lunding agreement "'jth a "~~1I

business firm or nonprofitorganization:-~Hul
contain a proviston allo;..ine a Ftde-r'&1 &Kt'nC)'
to require .the !lcensing to, third parties "I In.
ventions o..-ned by .the contractor that are not
sUbjec.t tnvenuons unless such Prov!Slon hu
been approved by the head of the agency and a
"'I'itten Justification has been sirned by the
head of the agency, .AnY such provision shllll
cleuly state whether the !lcensing may be .....
quired In connection With the p::actlceof a SUb­
ject inv'ention. ',.·a specltlcaUy, Identilled work
object. or both.' The head of the agency may
not delegate the authority to approve prov1.
sions or sign justlficatl"ns required b)' thlll
~4raliraph. .

(2) A Fede:,aI 1icncy shall not rec;:.:.:':ethro Il­
c;r..sL~i o!third ~a-ri.i,es under 8..'1)' such;':"I.'\1.
ston unless the head of the agency deten,,:nes
that the Use"f the lnvenUon b)' others Is nt'<'eS.
suy f"r the practice of a subject tnveauen Or
for the use of a work object of tbe fur.d\ll4
aiTeement and that such action Is neeess"")· to
achieve the practical a;:pHcation of the sU~J...,t

ir.vennon Or work ccleet. Any such dete=",.·
tlon shall be on the record after an oP;:>Ort I.:n':)'

. fOr an allency hearing. An)' action co=e,,0<'<1
lor judicial review of such determination sh&ll
be brouiht ..1thln sixty days after notiliestion .
0:such determination. .

• :n3, ~Iar(h·in rillhtl

m With respect· to any .ubJect Inventl~n In
- which & small business firm or nonprofll ~,..,..

nlzatlon has arqulred title under this c~".·:er.
the Federal aienr)' under .. hos., t\Jnd~::i _. ,....
ment the subject Invention "'15 made shall have
the rlgh~ In accordance "'Ith .uch procedures
u are proVided In regulatlo.,. promulgated
hereunder to reqUire the. contractor. an assign·
ee Orexclusl~llcensee of & subject tnvennon to
rrant a nonexclusive. partl&llyexclusive. Or ex-:
clustve license In any field of use to a responsl· •. - -­
ble appllcant Or appllcanl.l. upon terms that are
reasonable under the circumstances. and tl the
,contrl.Ctor. wilTlee. -or exclusive licensee re-
fuses such request. to iTant such a license··
itseU. If the Fed.:al, agency determines that
such-

lal action is necessary because the eentrse­
tor or assignee has not tuen. or is n"t expect­
ed to t.Ue WIthin a reasonable time. effective
steps to achieve practical application Of the
subject invention In such field of use:



j

i

I

Cbl action Is necessary to alleviate h.-aIM! or
sal.ty n••ds which are not reasonably sans­
tied by the contractor......liTlee. or their .11·
censees;

(C) action Is necessary to meet .requlrements
for public use specified by Federal reruJatlons'
and .such requir.ments are not reasonably
·satisrted by the contractor......liTlee.or llcens­
ees: or

Cdl action Is necessarr because the asree-
. ment required by section 204 has not been ob·

tained or "'alved or because a licensee 01 the
exclusive nlht to use of sell any subject in·
ventlon in the Untted States Is in breach of
Its &lreement obtained pursuant to section
204.

,zo~. Preleroncelor Called Stale, Indu'lr1

Sotv,1thStandinl anY other prol'!.slon 01 this
chapter. no s.mall.buslne.., IIrm .or nonproftt or­
lanlzation "'hlch'recelves title to any subject
in"entlon and no ....liTlee of anY such .small
busineSlflrm ornonprortt orianlzatlon shall
Ilt'&llt to any person the exclusive rliht to use
or sell any s'~b!ect invention In the Untted
States unless such person agrees that an)' prod·
ucts e~~:OCr~1 th! subject :...."l\'ent~on or 'pro­
duced th:O"ih the use of the subject invention
"'Ill bemanu!actured substant!&llY In the
United States. Ho...ever, in indl\1dual cases. the
requlr.ment for such anagreel:llent may be
"'alved by the Federal alency WIder "'hose
lundini agreement the invention "'as made
upon a sho9.1n1 by the sm&11 b'.lsiness "firm.
nonproftt orianlz&tlon. or ...iiTlee that reason­
sble but unsucee..ful eflorts pa,e b_en .<:lade to
grant licenses on sir.\llar terms'to potential 11·
censees that woulclbe likely to .manulacture
lubltantlally in the Untted States or that under
the clrcumstanc.s domestic manufacture Is not
commercially f....lble.

I ses. C"nfldeniialll,

F.deral li_ncles are authorized to v,·,thhold
from disclosure to the public Inf.:.t:rr.ation dis­
closinl any invention In whichvthe F.doral
Government" O\\'T1S or m&yo~;n a right. tltle.or"
interest (Including a nonexclustvelicense) lor a
reasonable time In order lor a pat.nt applica·
tlon to be flied. Furth.rmore, Fed.ral aiencies
shall not be required to retesse copi.s of any
document v,hlch Is part of an application lor

. pat entJtled "'Ith the United States Pat.nt and
Trademark Otrlce or "'Ith any foreliTl patent
otrice.



~'

1207. Domt!ltie and ronirn prott'rtion or ft'deraJ',
o.~n!d inventions

Each FE'deral &ienClP Is aU,!!"j,:"i.:.~d to"-
(1) apply for. obtain. and "":;".:a;n l'a,ents

or other (orms of protection In the t;nited
States and In forelim countries on In,"entlo/l£
In "'hlch the Federal Government o"na &
riiht. title. or lnte.est:"

(2) i1'&nt nonexclusive. exclusive..or partial.
lyexc!u.!iI".e licenses under fE'deral1~' ov.71ed
"atent applications. l'atents, or ot~<r (orms
of protection obtatlled. royalty,(ree or for
ro;·a1tle. or other ccnstde..tlon. and on such
terms and condltio/l£. includlni the i1'ant 14
the licensee o( the niht o( enforcement pur.
suant to the. pro"lslons o( chapter 29 o( this
tItle as determined ap;irop';"e In the public
tnter'est:

(3)u:id£:r'take aU other $...:;~::ie a:-:dN~ces·
. sar~'stpJ's to ;JrotE'ct &:l~- &:';;:l:;~.)~e: ;:';~ls t.o
!~de:&.U)· ov.T1ed tnventtcns on b~::§.lr ot the
Federal Government elr her c;::-..:t1Y or
throuih contract: and

(4) t.ar:.sferc'J!ltod~· e.~da':::,,:::;!~~:-:.·.lon.ln

",'hole or tn jJ;.rt. to ~~~~:,e-:" Ft'::-r3.~ ::'~·'"nC'}..
of the :J.ht,tJtie. ur l;,,~::r~·~t t:1 e.:',y ~(":eraUy
ov."nfld !nven!~on.

management of
of COmmerce-W



I :08. Rerult\t1o"~ ,o\'rrnlnl Ft'dH81 Iire-nllln,

~ The' Ae!::1iLbt.atbI of SEliE!' 1 in -'Iii Secretary of

CoSiIp'rs- 15 'au­
thcrtzed ·'to promuliate r~i'Jlatlons s~ecif:"inr
the terms and condfttor.s upon w hlch s.nr !l!'Cler­
ally o••ned tnvennon. other than In"entlens
owned b)' the Tennessee Valle)' AutAorlty, may
be IIcen.ed on a nenexctustve, partially e,clu·
slve, or exeluslve bastl.

§ 209. Re"tJ'ictions on Iic,""I", or redenJl,' O_"H in.
ventioni

(al No Federal agencY shall erant any license
under a patent or patent application on iL feder·
ally owned Invention unless the person request­
Ing the license has supplied the agency with a
plan for de"elopment andlor marketing of the
invention,except that an).' such plan maybe
treated bY' the ,Federal agen~)" as commerclal
and financial information obtained from 1\
person and pri"i1eged and confidential and not
subject todisclos'!re under section 552 of title 5
of the United Stat.es Code, ,

(bl A Federal agency shall normally grant the
rilrhtto use or seU ,an)' federally owned tnven­
tic,n, in t he United States'onl}: toa Iicensee that
agrees that an)' producta embodying the tnven­
t ion or produced through the use of the inven­
tion ..'ill be manufactured substantiallY in the
UnIted Slates; •

CC)(}) EachF'dei'a1 agency may erant exelu­
sive or pltrtIall}' ,exclusj1,°e licenses in any tnven­
tion covered by a federally o..."ed domestic
patentor pa~~nt, appliration' only if. after
public notice and opportunity for filing "Titton
objections, iL is determined that-

CA) the interest.s of the Federal Go"ern·
ment and the public ..'ill best be served by the
proposed license; in vie9."of Lhe, applicant's in"
tenttons, pl~!lS, Md ability to bring the inven­
tion to p!"~~tka! ;spp1ic1tio!1 or other~;is!' pro­
mot e the lr.\'(;~~ion·su,t ;L:.& t ion by tht':?'..ibHc;

(B) the desir~d ~r;l.rtlcal applicatlcn has not
been achieved. or is not likely eap'ditiously
to be ..chieved.under any nonexclusive 11·
cense which has been granted, or which may
be granted. on the invention:

IC) exclusive Or partially exclu,si"e !Icensin*
is a. reasonable and necessary incentive to call
r"rth the tnvestrnent of risk capital and ex­
penditures tc brine the invention to practic&1
application' or c:then.°ise promote the. inven­
tion's utilization b)' the public; and

lDuhe proposed terms and scope of exetu­
~!nt>"· are not "reater than reasonably neees..
s::i.r:..to prov.de the Incentive for bringimr the
I:'" ,l:,lc'n~o p:",artical application or other­
".. ,,~ ~," ':-.c.~e- lr.e:;,.'.cn~ior.'s util;zation by'
! r.e c, ':.,j ic,

':, A F.d~,al a;;onc)' shall not grant such ex­
r:'_!-';", e cr ;;a.rtially exclusive license under para.
~ro,h <ll of Ihis subsection i! it. determines
t r.at :i1e .,.ntof such license ..'ill tend substan­
L"\l:y'to :f''''''en cornpeutton or result in uneue
cv,:.c.l?:hi.raUOn ini...,)"!'ect;,Jn or the.countr)" In
an)')ine of commerce '.0 .,hich the technology
Lo be licensed rei at es, or to create or maintain
·other situallons inconsisLent "'Ith the antitrust
lawlo



<3', FIrst proferenee in the exetusrv 0; par·
tially exeluslve licensing of (f-deral1yo·a·1'H'~d In­
ventions shall go to small buslr.ess fjrms~ub·

mH~_~ng plaros that are d(>tl'-!7!1j~f>d _br '-he
Sienel' to be ....umn the capabilities of the firms
and equal1l' likely, if executed, to brini the in'
ventton topractiral application u any plaN
submitted b)' applicants that are not ,mall busi·
ness firms.

rdl Arter consideration of ..'hether the Inter'
ests of the Federal OO\'emment or,United
States Industry In forelflTl cornmerce .,1II be en­
haneed, any Federal uency mal" grant exelu­
sive or panlallyexcJusjve licenses in any inven­
tion covered bY a forelflTl patent application or
patent, after publlc neuee and opportunlty for
fllini written objections. except that a Federal
agency shall not gl'ant such exclusive or partial.
Iy exclusive license If It determines thatthe
grsnt of such license ..'III tend substantially to
lessen competition or result in undue -concen.
tratlon in any section of the United S,tates In
any llne of cornmerce to which the technoloiY
to be llcensed relates, or to create or maintain
other situations Inconsistent with antitrust
I...-s,

re> The, Federal a;;encl' shall maintain a
record of ':ele:.n:r.:uions to grant excJusi\·e or
partial13" exclusive licenses.'

en Any Ifrant of a license shall contain such
terms and conditions as tlie Federal aiency de­
termines, appropriate for the protection of the
Interests ot the Federal Oovernment ,lUld the
pUbllc, Includlni proVisions tor the foll~"inr.

(ll perIodIc reportlni on the utilization or
etforts at obtalnlni utilization that are beinl
made by the, licensee, with particular refer·
ence to the plli.'1 submitted: Pro.icled, That
any such In!orrr.ation may be treated by the
Federal aiency as cornmercial and t1nancial
infor!Tla,tion obtained from a person and prM·
leged and confiden!!al and nat subi.ct to dis·
closure under$co("tion 552 of title 5 of the
t'"ited States Code:

(2l the ~ilfht e>f the Fede~aJ a,Ency to t"rmi·
nate sUcb license in ..'hole or 'in part It It de­
termines that the licensee Is not executtn&
the pJansubmltted "'Ith Its request for a U·
cerise and the licensee cannot otherwtse dem ..
onstrate to the satisfaction of the Federal
aiency that It hIlS taken or can be eX;.cted
to take ..ithin a reasonable tlme. errectl"e
steps to achieve practical a;>pllcatlon e>t the
invention: ' '

<31 the rlrht of the Federal aienc)' to termi,
nate such license In whole or in part It the U·
censee is In breach ot an agl'eement obtained
pursuant to pa~ai~a;h (b) of t his sectIon: and

(4, therj,~:o!~~eFe=~;a1 a.tncy to te:"'l":"ti ..
nate the llcense in~'hole or In part If the
r.e:ency det erm.nes tbe.t sue!': &C:lon .~ .• nl!'ce.s·
sary t c rneet req ....~:"(:~~nt.sfor;)ubllc use spee·
Ifled b)' Fede~al re""'atJons iss"ed a:Ler ,the
dB.tl!'ot the l:('t"~se ~:1d such :"eC;:".lt:"!rr:.eonu LOot
net :"f'a..·.:l~.~blrss.tis:~eclbr thelk'!!'".see;

i 210. Prf'C"f'd.nrf nr rhapt~r

(al This chapter 'hall take precedence 0\'"
any other Act which would reqUire a disposl·
tlon of rJrhts in subject In\'ntlons ot' small

, buslne.. rtrma or nonprotlt orranlzatlona con·
tractors In a manner that Is Inconsistent .1th
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thb chapter. Includlnc but not neeessarily ltm­
Ited to the followinc:

(1) section 10(IL) of the Act of June 29. 19,35.
lLS ILdded by title lof the Act of AUiust 14.
1946 (7 U.S.C. 4271(a); 60 Stat. 1085):

(2) section 205(a) of-the Act of AUlLust 14.
1946 (7 U.S.C.1624(a);80 Slat. 1090):

(3) section 501lc) aI' the Federal Mine
Safety and Health Act of 1977 (30 U.S.C.
9511c): 83 Stat. 742):

(4) section 106Cc) of the National Traffic
and Motor Vehicle Safety Act of 1966 <15
U.S.C. 1395(c>: 80 StILt. 721): "

(5) section 12 of the NationlLl Science Foun'
dation Act of 1950 (42 U.S.C. 1871(IL): 82 StILt.
360);-

(6) section 152 of the Atomic Energy Act of
1954 (42 U.S.C. 2182; 68 Stat. 943):

(7) section' 305 of the t-;;;,tional .Acronautics
And Space Act of 1958 (42 U.S.C. 2457):

(8) seetion 6 of the Coal Research Develoj»
ment Act of 1960 (30 U.S.C. 666; 74 Stat. 337):

(9) section 4 of the Helium Act Amend­
ments of 1960 (50 U.S.C. 167b: 74 StILt. 920);

<10) section 32 of the Arms ContrOl And
Disannament Act of 1961 (22 U.S.C. 2572; 75
Stat. 634);'

(11) subsection (e) of section 302 of the Ap.
pILlachian R"llional Development Act of 19jj5
(40 U.S.C. App. 302(e): 79 Stat. 5); ,:

(12) section 9 of the Federal NonnucleU'
EnerllY Research and Development Act of
1974(42 U.S.C. 5901:' 88 Stat. 1878): .

(3) section Sed} of the Consumer Product
Safety Act (15 U.S.C.205~ld): 86 S'at 1211):

(14) s.c:ic,~ 3 of the Act of April 5. I"H ,30
US.C.323: 58 Stat. 191);

<15> section 8001lc)(3) of the Solid Was te
Disposal Act (42 U.S.C. 69811c):90 Stat. 2029):

(16) section 219 of the Foreign Assistance
Act of 1961 (22 U.S.C. 2179; 83 Slot., 806):

(17) section 427(b) of -tne F.deral :.~ir,e

Health and Safety Act of 1.77 '30 U.S.C.
937eb): 86 Stat. 155);

(18) section 306(d) of the Surface Mininc
and Reclamation ,,"ct of 1977 (30 U.S.C.
1226(d): 91 Stat. 455);

(19) section 211d) of the Federal FIre Pre­
vention and Control Act of 1974 (15 U:S.C.
22181dl: 88 S~at. 1548);

(20) section 6(b> of theSo~&t Phci~.~·""~~'iic
E:1~ri'j' Res~s.:'ch Dere~o~:ntnt R.::ld D:-i:'io:l.

, .::a:ion Act of 19,8 (42 U.S.C. 55S5(b): 92
Stat. 2516):

(21) section 12 of the Satl"e La~ex Co"..",er.
'c:all:,s.t:on and Economic !)e'.e!oi=~ent Act ot
1~,8 (7V·S.C. 178CJ);'92 S~at. 2533); .nd

C;:2} set~;:,r.408 or the W'a.tE':' a,:,: :'1:';::-':5 E..:id
Oe\·~~:-;;.-.ent Act of 1978 t,:: c.s.c. ';'&79:~2
Stat. 1350).

The· Act c.ea~L"'1l this chapter shall be can.
strued to. take precedence over any future Act
unless that Act specifically cites this Act and
provides that It .hall take precedenceo"er this
Act.

(b) N'othlni in th!s chapter Is ir.t"~ded to
alter the effect of thelu's ci,:ed in paraj;:aph
<al of this section Or any other la"rs "'ith reo

speet to the "disposition of rilChts ininn-nUons
made in the performance 01 fund~ng agree·
ments with persons other than nonprortt orla..
nizations or small business firms.

Cc) Nothinll in this chapter Is intended to
limit the authorlty of agencies to agree to the
disposition of rights in inventions made in -the
performance of work under fundini l4;reements
....ith persons other than nonprofit or~aniz&.
tions or small business rir:ms in accordance With
the Statement of Government Patent Policy

~ issue-d on '"I"sf 23 '9-1 ('.j Fa' ~p," 1&887),

Fib~rv '18. 19$i,
arency rellulations. or other apPllcable rellula.
tions or toothe...,"" limit the authority of
&cencies to allo'" such persons to retafnowner.
ship of inventions. Any disposition of. rights in
Inventions made in accordance wit h the State.
ment or impl~mE'nting rC'j;"ulations. inC':i.ding
ani" disposition occurrtng' bt'fore enact merrt of
this section. are hereby authorizedGr

ex:e~~mtn~~h.idin~thosewith otlYi8S L ..~~ ~d Djip~ijt· 0 anWltlons".sf
include ,the rnnuiremtnta lltablilhed in paramph 202(c)(4) I

teStion 203 0 t istitfF .
(d) Nothlncln this chapler shall be construed,

to require the d1sclosure of tntelllilence SOurces
or methods or to otherwise affect !he authority
Il"anted to the Director of Central Intelligence
by statute or Executl,·, order for the protection
of Intelllience sources or methods.

1211. RelatioMhip to 9.fttitrustl.....

Nothinll in this chapter shall be deemed to
. convey to any person lmmunlt)· from civi! or
criminal lIablllty, or to create any defenses to
actions. under any antltrust la ....

r




