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Subject: Federal Procurement Regulations Regarding
Institutional Patent Agreements (IPA).

Dear Jim:

On November 10~ 1976 the General Services Administration submitted the
approximately 60 comr:;ents r~ceived on . ~ h e prop~sed.amendment :0 the
Federal Procurement Re gulations re garding Instltutlonal Paten~ Agree
ments (IPA) to the University Patent Policy Subcommittee ~oriniti~l

disposition. The comme nts were overwhe lminqly in favor or proceeding
with implementation of the IPA policy. Only one comment could be
identified as being opposed to the philosophical premise of the propcs~d

amendment. Not wi t hs t andi nq a clear endorsement to proceed, a number or
the commentors made suggestions on perfecting the proposed regulation.

We are attaching herewith as Appendix A the revised regulation we propose
for final publication after review by the Subco~mitte on Intellectual
Property (SIP) at its April 21,1 977 meeting. In addition. v-Ie are
attaching as Appendix B a paper organizing the suggested changes under
the sections of the re gulations to which they pertain with proposed
disposition of the suggestion and the rationale for such dis position.
If SiP wishes to am2nd the proposed re gulation, this may require changes
in the disposition and r~tionale sections of Appendix B.

The language of various paragraphs of the IPA in the proposed FFR amendment
does not entirely correspond with comparable language in the current
FPR "shor-t form" clauses. For example, the model IPA provides" for
reporting of an invention "promptly ll after conception of first actual
reduction to practice rather than lI s i x months ll after such event. The
change was deemed appropriate in light of many suggestions poin~ing out"
the impracticality of the "six month " period. If SIP wishes to alter the
current FPR provisions relating to non-profits to correspond to the
proposed FPR language, the University Subcommittee would be oleased to
provide implementing language (which we have to some extent begun to
d~velop) .. Howe~er, ~urther work in this direction appears inappropriate
wlthout prlor dlrectlon from SIP.
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I have invited the members of the University Subcommittee not already
represented on ·SIP to attend the meeting in order to aid SIP in its review.

The entire University Subcommittee joins with me in thanking Jesse
Lasken. our draftsman. for his timely and precise work produce and
his perseverance in accommodating the demands of the Subcommittee.

Sincerely yours,

r:-t. t~J . ./~---
Norman J. Latker
Chairman, University Patent
Policy Subcommittee

cc: To SIP members w/attachments
University Patent Policy Subcommittee w/attachments
Mr. Charles H. Herz, General Counsel, NSF, w/attachments

•
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Memb ers o f the Uni vers i t y Ad Hoc Ta sk For ce DATE: Harch 16, 1977

At t a ch e d i s a r ev i.s Lcn of the l' PR/ Il'A packa ge Ln co r pora r Lng t h e
c h anges a gr e e d t o a t ou r me e t ing o f }!a r ch 1 0 , 1 9 76 . Al s o at t ached i s
a c opy o f Honty HOI.1g2u ' s c omments wh i ch have b 2C'-:!1 inco r p o rated in t h i s
r e d r a f t excep t f o r !,is as per tlie d i scu s s i on at t h e meeting a n d t h e
f i r s t senteIl~C of the s econd #6 since this diffe rs from FPR punctuatio n~

Sa nte mf.n o r ed i t o r i a l change s s ug ge sted by Gene Pawli.k ows.k i a r e a lso
ma de.
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I • J E l~: 1:' e b . 7 :; , 1977 i ',1 , \ c: C 0 r ~: a n e e

w i th s ub c orrnnitte « Tn,a rl,- - u.p s e s s i on s of
7/ /1) 7 7 a ri d ? / '13 / 77 a n d 3 /1 0 / 7 7

P r op o s e d FPR RevLs Lori

Pre pa r e d by Ad Hoc Subcornr rrL t t e e o n Univers ity Patent Policy

F e b r u a r y 1977

1 . Add t he following s ub s ection ( 6 ) to 1-9 .107-4 ( £1 ) :

(6) In a ccordance with t he exceptional c ircumstance s l anguage of

I 9 10- ') ( ) 1/ l ' . l' . ' 1 r: 1 9 107 ') ( ). .- • _,_,- J-J a a ne o r t 12 SpeC J_E~_ s t t.u a t Lo ns angua ge 0,( . - . - J C ,

a gencie s me.]' e n t a r Ln t o I nst itution al Patent Agrec.mentS\·lith

n orr pr- of i t O I' ga n i z a ti on s having a technology t r ans f e r program

meet.Lng the cr Lt e r La se t fo r t h in 1-..9.199- 7 (h) . rl~~::~~f.~·l::fi: :-1'Je - ... ._.~

~ub~~ally :}-) ~ 'n£2 cs-.-tB-e~4a:f.H @greerrJfiDJ:"._~f~~9..;Mk7·--€>~fE2~::>
V N"tt' i , '-') '.

~ t h e or ga J.li z ~:!.. t ion the r Lgh t; t o re tain t.he eut.Lre r f.gh t , title and

I'
interes t in inv entions made i n the cours c of o r under co n t r a c t s s ub j ec t

t o c a r t aLn cond i t ions . I~'hen s u ch an agreement h as b e e n ma de \·,1 t h a n o n p r of i t

O ~. ,1~;.:,~J : '!~ a t~ c;D ~ i t s hailL b e ma de applicab l e t o each c ont r ac t wJ th t he

o r g a.n iza t l on i n l i e u of the Pa t e n t Ri ghts cla use s i n 1 - 9 . 10 7- 5 em u

1- 9 . 1 07:·6 (un l e s s a determi n a tion has b e e n t o excJ.u dc

t h e c on t r ac t from the agr ee roent , )

2 . Retitle 1--9.107--6 as £0110\,;'5 ; " Cla us e s for dome s t i c contrac t s

( s h o r t f orm) a nd I ns t itu t i on a l Patcnt Agreements. 1!

3 . Add t he f o Ll.owLng u ew s ub section (c) t o 1-9.] 07 ·-6 ~

an ae eney h as de t e r mined i n

s h o u l cl rece i v e an agr~emcnt

a c c o r d a nce wi t h 1-9.109--7 tha t a n o n p r o f it o l'ga ll io:: .-

~~~4 •'''~. .' .,l" "
as aut h or Lzcd . under 1- 9. 107-·4 ( c ) (6) , ,_ . ' ~. r

A . "
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agreement set forth i n par agr a ph ( c) (2 ) of thi s s ectio n ( a nd app ro pr ia tely

If
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after

A r c qui r errient that

of a drn i.ni s t r a tive

o::cgaD_iz,2,tiollt;~: r o ya Ity re c eip t s,
,,~~ IA.I'- :t-t

C 0 c- t s ,j~:fZ: 1p t» ·n~. Yl'~~'" II i~ ;/ <. o'
Cl it- .- ,~, .1. 0 l~""·-'" 1.J.\..,..- ~(- l-

inventors, be zed for educational or research purposes ;

(G) .A p rovia pe rrrrltt.ing the agency to except indivi dual

(H) A requirement fo

operation of the agreement;

re s s reports after designated

periods;

subject

o the r than

of inventions without

days written notice.

COJI.di tiOD.S; a rid

(I) A prohibition against a s s i anrn.ent

CJ) A p r ov i s i o n pennltU.ng te r min a t i.o n for

to t.he

Gove r nrnental approval to persons o r

(2) The f o Ll owi ng is the s tandard Institutional

as a igrrrnenta to approved patent nl<:J.1J.ag(~n"l811,\

either party upon thirty
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INSTITUTIONAL PATENT AGREEHENT

Th Ls A.green-Ii nt :1 S Tcr-~';I(~~ and cnte r c.l into' by an d het\·12211. the
Unf. ted SUItes ( '\ T:n'~ l C as repre scn t: ~ d L y th2 1/ .
11(; I ' ref ;e ~' T' r ed. t O a. ~:) 1 1 :..~ Tl C y.;, " a,n.(J __.. .. ~ ~ ,__,_.."_,_._",,,__ ~,,~ _
___r---- , ':2 "LnstLt.utLon ;"

~JHERE1'."S, in accordance "'lith t he rresiderlt f s 1\/C .:~rl}Or(~.tn.dlJ.I11 ctrtd
Staterrre nt of Government Patent Policy dated Aug:E;t 2.3, 1971; <'mel

the provisions of {d. CFR 1-9,107-·4 (a) «(J) ~ i t has been determined ..
=.kit~ t 3~.3 that the Institution has a technology transfer progrcnn
meeting the criteria of 41 CFR 1-9.l09~7 in that the Institution's
patent policy as set forth in . . 2/ and it s
technology transfer practices have been r evLewed and found
acceptable; and

\-THEREAS) the Institution is dc~sirous of entering into em

a g r c errren.t v;!hereby it rna y retain. the entire right, title, and
interest in and a drrrin iat.e r inventions made in the course of or
under research s uppo rte d by the Agency, subject to c e r tain

t ht ." 1 -,
rig 1"CS acqui re o "y.,.,/ Gove r nrne nt.
l:"m·l ~ THElZEFORE, in consJdel.'atio;l of the f o re ao Lnv.. ., - .. -0 i uJ.

agree as follows:

This Agreernent defines the r igh ts of pa r ties ho r-e to
regarding the a l.lo ca t i on of rights in Subj e c t Irrvent.ion a re po rte d
after the da te of this Ag r-e errient and rna de unde r c orrtrac ts
entered into with the Agency . ~LldiJ'-f:'?=~~I'S._ r j!Jt~d~n~

::;l2J'.Ja;titi;:::f~! U~-Ylerit. e:xce pt .c ontra.eli?, S p e ci f i cally e':-i: c1u d e d
bT,t~~'¢~~'· ",,=-= -=,,-

II. De fi n i t i.ons

I) .F!Jr--ti (;, (. ~

~rk'L . ?
I , ·v' c.

t~... r7'! .," ~

/;1/ () f-
A'! -1 1':" (' Vw....{"vw

,

£c;:;A ) ' r.:/; j-e
. '{_' ;vI)

'r'J l-:'-: / J, ;) 1:J,1 I y,r/"
. ("if "

(a) "Subj e c t; Lnven t Lon" means any :lnv,E'D tion or discovery of the t*,.," (,I- '/'.""'~j.
Institution conceived or first actually reduced to practice in t11c ./, J(,." Tr» j
course of or uud e r a contract with t he Agency) and includes any art, . r>« (:>/•.5
method) process, machine, manu f ac t u r e , dc'sign, or composition of milt:ter-,-
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5

or any new and useful improvement thereof, and any variety of plant,
wh Lch is or may be patentable' under the Patent Laws of the United
States.of America or any foreign country.

(b) "Con t r act;" raeans any contract, [agreemen t , grant, 01: other
arrangement] or subcontract entered into wi.th or for the benefit of
the Govermnent"'7here a purpose of the contract is the conduct of
experimental, deve Lopmen tal, or research work ,

(c) te s and. d orrre stic rnuni c i p a l g ove r-nrrie n ts " rne an s the
St2.!:'~B of Un.i te d St;:d:es, the District of CoIurrrb i a , Puerto Rico,

the Vi rgin Ls Ie.n d s , Arne r-i c a n Sarn.o a , Guarn, and the 'Trust Te r r i tory
of the PaciJic Islands, and any po lit i ca.. 1 subdivision and a g e nc i e s

the re of.

(d) wTo bring to the point of practical application" rrie a n s to

rrianufa c ture in the case of a c orrrpo s iti on or product, to practice in
the case of a process, or to operate in the case of a machine and under

such conditions as to establish that the invention is being wo rke d and
that its b e nefi t s arc r e a s on.ab'ly a c c e s s ib.le to the public.

(e) "1\1ade, II wh e n u s e d in relation to any invention or d i s c ove r y ,
rrie ans the conception o r fi r c t a c tua l x e t i on to p ractice of such
i rrvont ion irl the CO'llI~Sc of O~;· u r r d e r a c ontract.

(a) The Institution may r e t aLn the e n t Lr e right, title, and
Lnt.e r e s t throughout -the world or in any country t her cof in and t o
each. Subject Invention d is c Lo s e d p urs uan t to Sc c r Lon V.• b eLow ,
s ub j c c t t o the pro~vjsi(Jl1sof this Agreemcnt. Th,>. Institution sh...-:11
include with each Subject Invention disclosure an election whether it
vd.11 retain the entire right ~ title, and Lnt e r est :in the inventiDn
throughout the wo rId o r in any country thereof suhj pet to the rights)
ncquircd by the Cove rrm.on t in Se c tLo n IV of the AgreeT:nent:; p r ovLd e d
that the Lns t Ltu t Lon may rcq{,q:;t all' extension of the t Lme [or election.

'.':-e=' ·"",±n_'L,.sJll).j.~~""

__.I. . JL._tlli.g....e-~



6..
( b ) Th e In s tit ution ag r e e s t o convey' to the Cov e r rr nent; , u p o n

r e quest , th e ent i r e d omes tic rig h t. titl e) an d i n tere s t in any Sub
j ec t Inv en tion when the In stitution :

(i) . do e s no t el ect und e r Sec tion I II (a) to ret a i n such
right s; or

( il) fail s t o hav e a Uni ted Stat es Patent App l i ca t i on
fil ed o n the invention in accord ance ,·;ith S ec t ion
VI ( a ', or decides not to c on ti nue pros ec utio n o f s uch
a p p li c a tion ; or

( .. . )
:D. :l at. any time, no long er de s i r es to r et ain titl e .

( c ) Th e In s titu tion agr e e s to co nvey to the Cov e r rm ent , upo n
r e ques t , t h e en t ice r i ght , ti tle , and in t eres t in any Subject I nvent i on
i ~ auy f oreig n co untry wh en the Insti tution:

( i) do e s no t e lect un d e r S e c tion 111 ( a) to r e t a i n such
righ t s i n the count ry; o r

( i i) f a i l s to h av e a p aten t a ppli c ar i o n f i l ed in t[E~ c oun t r v
OD t h e i nventio n i n a c c ordance ~i t h S~Cti 0~ VII ( a) ; exc ept
t h a t if a u .a pp Li c a t i on h a s b eeu f iI cd i n a f or e i z n coun try
a f t e r th e t im e s s p e c i f i ed i n S c.ct L:n VII (a ) b u t pr i.o r t o
such r cq uc s t by th e Cov e r nm cn t , t he In s titution sh a l l r e ta i n
th e · e nt i r erigh t, title) an d i nt e r ::st I n t he S!J bj ~c t

I nv e n t i o n in t he c o untry i nvol ved; o ~

( " ' ) • "1 • " f h l':12 :.1- a CC1,{,E: S no t to ccn t i.nue p ro s cc u t i o n 0 ' . S1Je, a p p i i ca-
tion or t o pa y a ny :· ! ~~ int c. n 2.nce f e e s c ov e r i n g the i~lv ~~ nti0 n.

To avo id forf eitur e o f i t h e pe t en t ap pl i c a t io n o r pat ent ,
t he In s t i tuti o n s hal I no tify the Ag ency not les s th :m sixty

d ay s b e fo r e. t he exp i rat i o n pe riod for any action re
qui r ed by the f o r e i g n patent offic e .

( d ) A co nveyan c e , reque s t ed pu rs u an t; to S,:,c ti o n s I II (h ) or ( c)
of th i s Agr eement . shall b e mad e b y d elivering t o the Agen cy d uly
executed i nstnlment s (pr'2 p a red b y t h e f _gt::: n c y .) <l nd s uc h o t l.c r
p a p e r s 3S a r e de e m ed n ec ess ar y to v c s t; in the Co v e r n.neu t t h e e u t i re

righ t) ti t le, and iH~ e r est t o en ab l e t h e Cov e r irme n t; t o app l y f o r .lfld
pr o cecut e pe t en t; a ppl ic ati o ns c ov e-r ing the inv eu ci o n in t his ~H the
fore-ig n c oun t ry , r e s pec t i.v e Ly , o r o t h er v is c e s t abl i s h i t s o wn c r e h i.p
of £uch invent i o n .



IV . M i.nirn u m n i ghts A c qu i r e d b y t il e G o Ve l'Lrn e n(; 7

( ' p'. , .. t · ,"cb ' I . " t t l .,. ..c ) "iJ .t ll r e s pe c c .(/ e ac n ,oU j e c t nv e n t i.o n t o ~·J " lC.1 fie r n s t r t ut i on
ret a ins principal'~r exc lusiv e rights , the In s titution her eb y grant s
to the Gover nment- o f the Un ited Stat es a non ex clusiv e, no n t r ansfe r able,
pa i d - u p lic en s e to rn a lce , use, and s e l I e ach Subject I nven tion t h r o ug ho ut
t he. \I0rld by Of o n b ehalf of t he Cov e r nmen t of t he Unit ed St at e s ( i llC( ud i " g
a ny Cov e r nm en t ag ency ) a nd States and d ome s t i.c mun i .ci pe I 'g ov e n r nen t s ,
unless the Agency d ete r min es aft e r the invention h a s been i d en ti f i ed
t ha t i t wo u l d no t be in the public. Ln t e r e s t to ac cu i r e t h e licen se fo r• 'l. .. _.,

St u t es and d omestic munic i pal g ov ertffilen t s;

(bY Hi t h r e s 'peet to each Subject Invention t .) 'phich t he
Inst i t ut i on re tains pr i.n c i p a I o r ex c I us:ve right's, t h e l u st i t.ut; i o n
ngrees to s r ant to r e sporisible app l i c an t s , upon reque st o f th e
. i\. g C"i1.c y· , a lic en s '~; 0 11 t e rrn s t h a t; ar e r easonable und e r- t he c i r c urn s t ance s ;

( )
• .. co.. .•••

i I unl e s s the Lns t itut i.on , a t s Li c en s ee , o r xt s a s s ig nee ,
demo ns t r a t.e s t o t h e Co v e r nm e n t, th .at e f f e c t i ve s re ps h av e b ee n t ak e n

1~thin thr e e ( 3 ) ye a r s after a patent i s s ue s on s u ch inv e ntion to b ri ng
t h e i nvention to the P01.I!t of p r-a c ti c al a pp Lic a t i.o n or t h a t t h e i nV (~ :l t:i o il

118 5 b c e n mad e av a i lab l e. fo r l ic en sing r o y a l t y-r f r e e Dr o~i t eems th a t ore .
r"'<l&oH 2'01e i n . t.he c i r c um s t a u c e s or can S.110T-J c au s e why the. p r i n c i r.a l
or exclusiv e r i ghts should be r e t ained for a fur t h e r per iod of time ; or

(d) No thing c on t a i n cd i n t h i s s ec t io n sh .'1 11 be de emed t.o

gr ant t o the Government a u y r igh t s ~'l i t.h re spect to tlny i nv e n tio n
other th tiTl a Su:' j ec t; Inv en tion .'
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(a) The Institution shall furnish the Agency

(1' ) '0 COl11'Dlc~t, I schnicaLrfis c Io s u re fo r erich Sub ie c tc, . - 1 .. t l')<,",Cr ';t-.:..,; ,';J" F .....' S ..c ;;:, '- c. .L <;,. U > ~"

Irive nti on ..1),(Q!~('ptly af te r conception or first actual

bon to pr::H:tice, whi cb.eve r occurs HrE3t in the

CO'Ul'~}e of or unde r the c onf r-a c t, but in ari y ev'erlt
irrirrie diate lv upon any on s a Ie , public ,use, o r vpubIica t ion of
t h e invention k no wn to the Institution. The d is -
closure ~hallidentify the contrac~ a n d inventor and

<sha l I be suf f i.c i.eu t Ly c omplete in technical detail
and appropriately illustrated by sketch or diag~am
to convey to 6ne skilled in the art to which the
in.vention pertains a clear understanding of the n a t ur e,
purpose, o pe r at i o n , and, to t h 2. extent kno wn, the. phys i c a L,
chemical, biological or electrical characteristics of the
invention. Such disclosure shall be furnished directly
to tile A.gency in addition to any other r e quir emcn t u nd c r
the c on t r act f c r the s ubmis s i o n of progTess or othc r
reports and whethe r or not r efer enc e to the Subject Invcrit i o n
h:1S been mad e in any snch. reports. . )

L~ v' ;~ JF;::'/( ('V) :~' .r(N] ~(i {\/Ie // '''-: /1 ~(&G rJ IJ, ,
(Y ("' ") Ccmp l c t e ·lnfOl·!,·,1- o n c o nc erm.na "!'-' d a tc -"1- '(!"'1(""'" o f,...1. '''''' c. '. ,.'0 "C.~..., _" ,"c . 1, •. 1I'" L.c , H . c "" J. L. LLy ,

any on sale, ,public use, 0, public -:i t i o n of the inVc.nti.oll
whicl'l may COtlstittlte a statuto ry bar ~rlder 35 u~~c 102)
'"' , h o r i l 1 " T '. '\l:tl~Cn \Vas aut .io r r.z.ec ?y or _':nO\':Ll to tne Jn s t a t ur i o n or

any contemplated action of this nature ,

(111) A final report within three mon~hs after completion
of the wor k under any c ontr ac t , Li s t i nz D.1l Subject
Inventions or certifying that there ',o7er2 no such :\.nventionc;. 7/

(b ) The Institution shall obtain pa tent agre ements to effectuate
p r O \r J.. S ~L O ~ · of this l)grcr:.'mf.~nt from all pcr ao ns in its E:mploy \)ho

peltio!,:n allY }i ,-~{ r ~. o f the wo rk ul~iJe.l· an y C!)11tJ-,]Ct': t.:~XC.C}~t: r.o n t cchn ic a I

p :"

(c) f~C1Je Ln s t i t ut i on a[~l'(~CS Gcrve r-nrrre n t r~fl3.);'" duplicat.e a nd

di s c Io s e r:>i.bject Lnventi ori di s c Io s u r-e s and, subject to Section XI, an
7." re po rt s and P:'.p(~rf; f'u r ni d OT' req"llired to be fu r rri s he d pur s uan t

to th i s e ern e nt .. LTO"'"r-~""- - ~:~' '-~ If tbe T···'C~'-·'~+··j1·!-1·(>Y' i s .La fi le , . - t I ,1.-
~ ~ LJ._V''; '.:; ·/L...l." _,.... l_l...~,I.l..J(.. iL'-t.\.-._)~l ':Jl. 1.capa~erlLapl)11CCtn

ti on 011 a Subj c ct Irrve n lion, the Agcuc y agrees , lIpan. w r ittc n r e q ue s t of
the Jns t i tut.i on , to usc its be s t eff01'1:8 to withhold publi cation of such
inventi on dis c Io s uro s u nt.i I a patent c'~LLior). is fiLed ";_}Ji::::_t(·~O~i.'1~ brit 1.1.'1

I)u.l i ~;, ; r-
}' O.I"

() J' ~3 u_ -b j c L Irrvent ion 011
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(H) "lith respect to each Subject Invention in vhich the Institution
elects to retain domestic rights pursu,mttl) section III(a) of this
Agl>:~e:'i!ent the Insti t ut i o n shall have a domestic patent a pp I ic at ion fil ed

. uithin s ix . months after an election has been made pursuant
to nee t i o n III( <:1) of t h i s Agre,~ment or such l cng er period 3S
rria y be approved in writing by the Agency. However, if the

Agency determines that there has b,~en such use or

publication. of the invention so as to initiate a one-year
statutory period v1hich ends less than six months after
the e Ie c ti on, the Age ncy rrra y require the application to
'13 ,:; f iIe d one month or less b ef o r e the end of the statutory
pe r i od , vVith respect to such invention , the Institution
sha l l p r ornp t'l y notify tho A.g,'~ncy of any decision not to file

an e.pplication,

(b) For each Subject Inv en r i orr on <;;'h~ch a p a t eut; app l.i.c at i.r-n
if;. filed by or on b e h al f of t he Ln s t i.t ur i.on ," the. Institution s h a l I

(i) within six rnonths ;:"£t81' such filing, or wi thin six :rnonths
after s ubrrii s s i on of the invention disclosure if the

patent application was filed prior to the contract, delive r
to the Agency (A) a copy of the application as filed, in.elud
ing the filing da te and serial n urnbe r; (B) a copy of an
a s s igrrrne n t f r orn the i nverito r or inventors to the Institution

of all right , title, and interes t in the invention p r ope r l y
recorded in the United Sta te s Pcttent and T'z-a dem a r k Office;
and (C) a dul y executed ari d approved i n s t r urrie nt on the
fo r m specified in Exhibi t A \vhich is attached he reto and
rn ;;;,de a part: heYflOf;

(i i ) include the f ollowing s tate rrrent , a,ppropriately corri
pl.e te d, in the second pa ra g r-aph of the specification of
the a ppl.i c ati on <111.d any patents issued on the Subject
Invention, 11Th;:; Gover-nrne nt has rights in thi s invention
pursuant to Contract(s) (or GI'c\nt(s)) No(s). ~ ._ _ ".__ .._

a wa r d e d by {ic},~:..ntifL!l'e._AgencyOJ: -6:h_~l:.£~es)'l;
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(iii) not les s tha n thi rty days b efo r e th e ex pirati on
of the r es pon se period f or a n y action requi re d by the
Un ite d State s Patent a nd T 'ra derria r-k Offic e , n o t if y the
A ge ncy of a n y d e ci sion not to continue the p r o s e c -rt i on
of the appli c ati on a nd deliv er to the Agenc y u p on r equest
ex ecuted in s t r um e n t s gra n tin g the Governrn ent a po ""ver
of a t t o r n e y ;

(iv ) u p on r e quest . fully advise the A ge ncy c onc erning
a ll ac t ions tak e n d uring the p ro s ecuti on of a n y p ate nt
a p p lica t ion a n d f u r n i s h cop ies of a n y r e l .e v ari t do curne n t s
a s re q ue ste d ; and

(v) provide the Age nc y w i th a co p y of the patent wi th in six
rnon th s afte r a patent i ssues on the application ,

( a ) Hith r e s pe ct to ea ch Subj ect Lnv c- n t Lcn Ln in whi ch i+ " In s t itu ti on
elect s to reta in p r i ncipal r i ght s in a f ore i gn coun t r y p ur s ~jn t t o
sec tion l11 (a) of this Agreemen t , the I nstitu ti on slla ll" h Av~ a pat e nt
,,~ppl :i.cat :t on fi Jed on t h e Lnv e n t to n i n such l:o untrY 7 Ln a cc o r da u c e ,d t h
appl i cabl e st a tut e s and r e gu Lat Lon ss , a nd YJithin o n e of t h e f o Ll c-oI ng
period s:

( i) eight mon ths f r-om t hf: do t e o f 3 CQITCS p o n d Jng
Uni te d Sta t e s up p l :ic 2 t:i on filed b y or on b eh3} f o f the
I n s t:i.t u t i cm ; o r i f s u cn an a.p p L 'i c. a t Lo n f.s DOt: filed,
s Lx mon th s a f t e r an elec ti on is made purs u<1l1 t

t o section 111(a) of t his Agreemen t :

( I i } six Trio n t.h s fr om t he da t ea Lice ns e ' :i. r:t gl' a n {"cc!

b y t h e Commissioner of Patents a n d Trac1cmilykg :-.:' f~ 'l ~~

f o reign ap p Lic a t ion s \"Jh2 11 such fil ing h a s been p r o -:
hihited b y s ecurity reason s ; o r

( i i i ) such lohge r p e r i od a s ma y b e a~proved in wr i t i ng
by t h e Agenc y .

_ ",!! -'"- ~- 4- . _. y... ..... -" ,~ s-: ..... - ; ...... ""'" ....... -. ...... ,r. .. ..,........, { "Y" -1 1":- h r c ~ y~ ~ "'; r;,~ f. ' I : 7 ...' \ •• i 1 1 1 l I I tV · J : ; t I ..... ; . j ! i l . L ' J
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( 8 ) The Co n tractu r
proF!ptly t o

(b ) 'I'h e In s ti tu t ion shall n o ti fy the Agen cy of f o r e i gn
c_pp li c a.t:i on g fi l e d and, u pon re q ue s t , Sh 2\11 furn ish a n Engl ish
v ers ion of such fo r e i gn a pp l.i c ation w i th ou t a d d i ti ona l c ompens ati on .

VIII. Subcontrac t s

(a) E xcept: a s p rovi ded in (b) , below , or wh e n th e s u b contr actor
h ol d s an Institutiona l P atent Ag reemen t w i th th e A g enc y , th e In s t i t u ti on
s h a l l inc l u d c in an y s u bc on tra ct where a purpos e of th a t s ub c on t r act
i s the c onduc t of e xpe r irn ental, d ev e l opm e n t a l, o r r e s e a rch w o r k
e i th e r th e JIPa tent Rights - A cqu i s i t i on b y the Gove r nrne nt" cla u s e
f ound a t 4.-1 C F'R 1- 9 . 107- 5 (a ) o r th e foI l o w i n g c Ia u s e:

h e r eb y ag r e e s to r e po r t fu l l y and
an "

-rfrJ:stlt.uti on)---· - - - )

i nv ent io n conc e i v ed or fi r st ~ctua lJ_ y redUC2~ to p~ac ti c e

i n t.h e c o u r s e OI o r U ~iC t,? [ this c o n t r a c t; ( h e. r ~ i n a £ t ~ r

r e f c r r cd t o 2.S " S1.1 bj c c ; Lnv e n t i.o n f 5 ) , 11 arid to a s s i g n 21 1
"-~ {'f l '~ t i t l e a nd ; y~ ..,, - -- _ ~ ..: • . n ' ..· , .... - • • ' .,s.~' O h _, _1. ....1'... ) , ~ ..... "_ .l. l \- ~.t.c ::'_ .oL d d L..(1 ~. O s uc n r nv e n t i o n ~o

o r i t s de signe e .

( b) In ad d 5_ t~ i (J n :i t h :3 Cont.r-ac t o r agr ee s to f u r n ish t h c
fvl1t-) l·~i n ~ o a t e ri e Ls , d i s c l o s u r e s ~-: l l d r e p o r t s :

(i) Upo n
p{lr~~d by t h .;~

C.!'l Ct

th~

---- --(il;$tl"t utro~)------ -
. .

(} t. 11 ~ :( pa p e r s a s ar e d e erae d nec es s ary t o
o r J. t s d esi gne e

ve st. i n
t he

- ---- (In'st{t~;tJ~,:~(;T--"----

rigl1t fi eranted und e r th is cl.s uti e 2 11d to cil abl ,e t hc
. . o r i t s design ee to a pp l y

'--- '-Ti-;-;'t-i t-;;~I;;~ ;)-----" .- ......-
f o r a nd

pr o ne c u t e 2 ny pnt ent llpp lic .:1t :lon, :tn any country ,
ouch i nvc:n L:1X:lll.

( ii) P r io r to f:1. u;-<l. s e t t Lcrac n t: o f th i s c on t r ac t; • •~

fi n a l r e por t, Ii s t i.n r; a I I Su b ject I nv ention s o r ce rt i fy i ng
t L;: t no i nv ,,:, n t i o ;lS 'r..tc c e: c o nc e i.v ed OI: fi rs t a c t u a l Ly
f."(:duc ed t ..j p r ac tice unde r t he c on t r cc t ,

l..I v . .) "\.::. A. ..... -..[ , ... ....... -..;' .... 1: ~. ' ••• _ ~. - - -- J
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(c ) The C ont r ac t o r s h a l l in clu d e in any subcont r act
e ithe r a clau s e i denti c a l t o th is claus e or th e " P atent
R igh t s -Acqui s i t i on b y the Gove r nrre n t!' c lau s e fo und at

ill C F R 1·- 9 .107 - 5 (2, ) i f a purpo s e of the s u b c o rrt r a c t i s

c:xl>~ r irne ntaI, deve lo pnlE~nt 8. 1 , o r r e s e a, r c h w o r k . If
c'_ s ub c o rrt r a c t o r re f us e r: t o acc e pt o i tbe r .
of t h e s e cl au s es o r i f , in t h e o pi.n i o n 0 f t h e Cont ractor,
t hese c l au s es a r e inc on si ~~t en t wi t h the. po licy se t f o r t h i n
4 1 CFR 1-9 . 107-3 , t he Con tractor ( i) . s ha l l prompt ly no tify
the I n s ti t u t i o n a nd · ( i i ) sh a ll n o t proceed wi t h the s ~b-
c ont r ac t uithout t h e wr i t t e n a uthor i zat i o n o f t he In s t i tut i on.
I t is understood tha t th e Ins t i t ut i on wi l l seek d ir ec t i o n

. fr oru t h e .__.__ . ( i n s er t n ame 0 f appr opr i a t e
Age nc y ) .

.-
( d) Th e Co n t r a c t o r 511;:11 r ep:yr t a ny s ub c o n t r ac t s con t aining
a pat ent l:igh t s c l au s e to the I n s t i t u t i on . . Th e Con t r ac t o r
sha l l not: b e ob l i ga t e d to e nforce the ag r c.e:n ,~nt s of a ny
Sub c o. n t r ac t.o r h a r e und e r :r el at ing t o t h e ob lig a t i o n s of t he
Su b c on t r ac t o r to the G'::)lJ er n~ l eot a.n r egar d t o Sub jec t Lnv e n t i.o n s .

[End o f Cl a u s e]

(1,"\ ) L·, " 0'" '... . ". " ' .~ , .J., ,-, , -.. - ,.-. ... t . - b
J ... ... >. t .f. _>; 10;, .. v ..... :. ... ... v.i-- ~... .f~ ~,J.dJa. l u )' 2. Sll ~ O llt T i~ c tO .:r to a c c e p t

eiU! o ' o f to e c laus c s s pe c ifi e d i n ( a), o r i f, : n th e o pi n i o n o f t he
.~ I -, .1" ~ .: • . ~ . " r:1 ~- 't , .J n .. 1 .. c-:«, <:' • -.:. ..; ..... -. ~ c- J . s .. .--., J.-- ! , " ~ .: l' t l--. • I ~ . ,... 0 r
J_ r ~ 00 I_.,- I_ U I_ l O l.. " } l L.E.S _ C .J.. d U ,."e ..l 3.J..e -'-n \... o n :-;_. ..,. t...·~ u L. " _. L l J. Je 1.J () ..I.e y o ........ .....

f o r t h in !;l CF L~ 1-9. 10 7- 3 , the Ln s t it u t i.o n ( :i) s ha ll p r crap r Ly
riGbmi t a wr itten notice t o t h e Ag e nc y s e t t in g f o r t h r e a s o n s f o r
t h e Subcont racto r ' s r cfus a I a nd och er p cr t: l n c-; n t i nfo IT:!.'l t i o n whi.c h
may c xv:::~d i t e d is po sition o f tfl E: ma t t e r ; a nd ( in s h a l l no t proc e ed
,t:it l1 t l,lC sub c o ntr a c t \>/i t ho u t t h e wr i t t e n a u t h o r i.z a t io a o f t h e Ag f~ncy .

(c ) It i s u nders tood th ::d; th e G ov e r-nrrie nt i s a thi rd p a rty b e n e -

f ;'" r- -., "" -r 1.'" 0)1'::. "..t 1 ' V s ub c o ~ ·''''1~ 0J !"' .I - c l ." '-' "'" ('1""' ~ .";- .-. .;-. _~ 1<'-:" ~ j' 'l "~' t t h e G' ) - '_ 1 ~~"" -t .' _ "" ~" J - •. ~ ' J '-' . 11 _ . " '--'. ,_ ... J .., \c <.., ,-~.d ,- _. 1 0 1 _. ~ , ,--5 a !. _ O V E.rL I! ~. n III

Subj e c t I nv e ntions , and the: I ns ti t u t i on h er eby as s i g n s to t h e Cov e r n-
me nt a l l r i g h t s that i t wo u l d h av e to enforc e th e Sub c o n t r ac t or ' s
ob l i g a t i o n s f o r t he: b c n e f i. t; of t he Cov e rrunen t; \<li t h r e s pcc t t o Subj ect
Lnv c n t io n s , Th e Ln s t i t u t i.o n s h a l l not be ob l i.g a t c d t o en f o r c e t h e
£{;:;l: c c,c,en l:s of <lil y s ub c o nt.r ac to r h e r e und er r e La t i ng t o t he ob l ig n t i.o n s

' o f t l te S ub co n t r ac t .o r t o tl',e Ccv er n me n t , i n r e g a r d t o Su bj e c t Env cn t i.o ns ..

(d ) N ' l ' . {-1 ' I- ' . . . •ro rrnng In d HS _ ·~ . g J: c enl.c:nt I S I nh;-;)Jd -::~ d t o pre clu d e t h e
In s t. i t uti on f rorn g r a nci n g :;1 s u b c o n t r a cto r r igh ts o r an o p tion to
r i gL Ls in a n y inve n tion s rria cle by the s u b c o n t r a c to r to th e ex te n t
such r i gh t s ' < ~" l~ c o n s is t e nt wi th th e p ro v is ion s of th i s l'l.g r o e Ju e n t.

• I
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I X• Adrn i n i s t r t1 t i o n 0 f I nv e lJ t i o n ::; i n 1(,Th i c 11 t h e In s t i t u t i 0 n E 1c ct s
1~~..!~~~i 1 ~_~~:tilt~--------- ------"-------~---------------'------'

( 8) Th e Lns t i.t.u t i o n shall ad mi.n i s t e r t h o s e Sub jec t Inv e nt io n s
t o ~hich i t e l ec t s t o reta in ti t l e in t h e pub l i c i n t e r e s t and sha l l ,
cxc-e p t as p r ovid ed in s ub s e c t i.o n (b ), b e l ow , mak e t.h em av a i lab l e
t h r o ugh Lic en s i ng o n a no n exc lu s ive ,- . r o y a lty - f'I.·c e. o r re a s onab l e
ro yalty b a si s to a l l qual i fied a pplic ant i . .

( b) .The I n s t i t u tion ma y Li c en se a Sub j e ct Tnv c n t i o n o n an
ex c l us iv o b a s is i f i t d e r.e r mi.n e s t ha t a n ex c l us i v e l icen s e i s
r e qu i r e d in the pu b l i c int e r e s t b~c au se i t i ~ n e c e s s ary as a n
i nc en t i v e f o r: dev c l opmcn t of th e inv e nt ion o r- b e c aus e ma r ke t; co ndit ion s
a r c 5 uch a s t o r e qui r e li c e n s i ng o n an e~c lusivc b a s i s i ~ o r d er t o br i ng
t h e i nv e n t i on to .t he point o f pr acti c a l app lic at io n . An y exc lusive
J ·i .., ) c D ; ~ , 1 . -1 b v t t' ("). I c- t . A . ,.... ..; _ . ~ c» ~-' ...) U (" -,, .,~_..",;::,";' ~ . r' - -, ? 1>- r .:l r"" :') ·, 1-'; t o, ~ :- .: "f..,.eeL ,., •. _. s ,' ~l e(. ) ; u ; . . IL> . 1. l.Ul.." U l1 llI l u ,._. c. .oJ . P 'l L ,.,,~ ,) 1 1" , ~.,_ .1 ,- < _ p ~, ,-.__ c. ~ .l.. O l ,

sh al l b e fo r ' a limited period o f t i me and such ~erio~ 5h al ~ not , un l es s
o t l1e r ;·ri s e a p p r ov e d by the t ...g enc y , exce ed f i v e ye ar s £ 1"0111. -~he d a t e o f
t l1f; f i r s t c omrne r c i a I s a Ie o r e s c i n t r\ 2 Un i t.e d St .:~t es o f 1~:-n e r i c2 of 2.

p r o d u c t 0 l' p r o c e s s e rnb o dyi ng th e i n v e n ti o n , 0 1' eight ye a r s f r OID the
d a t e o f th e e x cLu siv e li c ens e exc e ptin g tha t t irne be f'c r e r e g ula t o r y

a g e nc i es nec es s ar y t o o b ta i n p r e rna r k e t c l e arance , wh i c heve r occurs
f i r s t. Such lic en s e [;' h.a 11 a ls o prov ide that the l i c e n s e e shall u s e
a ll re a s o n a b Ie effo rt t o e ffe ct: i n t rod u c ti o n i n t o the c ornrne r c ial
rn a r k e t a s s oon ,}8 pr a c tica b l e , c o n si stent wi th s ound a nd r e asonable

busine s s p re:.d i ce s a nd j u dgm e nt, Any e x t e nsi o n of the rn a x i rn urn

p e ri od of e xclus iv ity sha ll b e s u b j e c t to a p p r ova l of the Age nc y . U pon
exp i r a Han o f th e p e r i o d of ex c I u s i v i ty or a ny extensi o n th ereof .
li c e n c e s s h a ll b e of'fe r e d t o a ll qua Lif i e d appli can ts a t a reason able
r o y alty r a t e n o t i n e.x c e s s o f the e x c lus ive li cen s e r o y alty r ate .

( c ) R o ya Iti e s shall n o t n o rmaIl y b e i n e x ce s s of a ccepted
h ade p r acti c e , T h e In sti t u t i o n als o a g r e e s that no royalti e s s ha l l
b e paya ble by its lic e n s ee s Or s ublic c ns e e s w i th r espe c t to a n y
S ubje c t Irrve nti.o n i n p r- o cur orrie nt.s f o r o r o n b e h a lf of th e
G o v e r nrrr e n.t a n d t o s o p rovi de in a rry in s t r ume n t t r a ns f e r r in g
l' ieb ts to v u 'y p a r ty i n any S u bj e c t Inv e n tio n ,

( d ) Tlle b 21 a nc e of the r o y al t y inc o~ e af te r payment o f ex pens e s ,
• • I •• • f

i n c l u d i ng p a y.ue n t s to inventors , E ICl de n ta l t v the . a.~: :;n rn str. " tt .~on 0

11 ' . " t ' .. - >- s-; t.h s p r ov i -'0'1 ' ~ F t h i s12 _ J. r nl c n t 1.0 ! t S assl.2nco. \) 1. L..- P U l. S U 2 t1 <i_ L \) to. t~ o v i. s r .. ~ \..1.... .. . ~

l Ol:f:e rtlt'.nt shal l b e u t i Li.z e d J: 0 r the s upport (.I f educ a t ion or
v

KC [-Je f.lr c h.

· ·( c) Al l l i c ~': n s e ;, i 5 S U (~ cl by t h e Inst itu t ion tv oth e r t k m th e
Cov crnITl (;nt of t he Unit ed St a t e s u nd er an y patent ap p l i c a ti o n o r
p ;:d: cn t on ;:: Sub j e c t Lnv c n t i.o n 'sh al l b e IT: a et ;: ~ cx pr e s s ly s ubj ec t t o t h e
condit i.o n s o f t h i s Ag r (' ('~ne n t. Th e I il .,~ t i t ~lti ':Hl s ha l l , u po n r c q uc s t ,

. f l ' • • 1-'· '--~'-
p:.'o ~: l.pt l )· f u r n i.sh CI) P lCS o ~ a n y r c en se a g r e c rr en c s e n r cr cc Lr1 L'.) -oJ ... L

t v t h e Agenc y .



X n1:'; a hons " /
~.. . . ~"" 1 '. ,[ 1.,t CtWfAvl //'"" (~. 'I·'~'" 1,- I.

The Institution shall not a s s i gn any Sl1,b~~1,W;3~n to parties
l' r,.'; ~..J r: ~ o±,;- ' , 1

(o the r than the Agency) except th at It rna y a s s i gu r~s 111 trie
bve.ntion to the fo Llo win g patent Tnanage~m~ntorganizations

8( -- or any other patent

In;~-;g~~·;;''e~rt~rg;;:'.i;;ti(~niT-E;ub~eq~~ntlyapproved by the Agency.

:A:ny m'tITence fo an InshtudOll in thi s ,.<\gI'eelnCl'l'~ 1',l1dll d.ho ix.-€-lude
t 1", , :1 ' . ' 1 •. -~, lJ!:1,n"

'~;a*~~lIl .tlldJlagen'lent o r garn z a rrrm \'vf'lur€l 8pp::.1Cd.I3~CIT·;
. , t c 1.. ' t.i on ~h·l1 s ne c if'ica lIv be rn'a dee.S Slgtl:mel1.C -0 StlCrl an o rga l1 1 ~~ a L~ -"1- ~ eLi. o~ ...... ... 11.1. ~a~ y '. l;.~ -

Embj~ct to all the te rrn s and conditions of this Ag reelnenL

The ,Institut ~_ sh~ll provide a written annual report to the Agency
on or b e f or c Do c errrbe r 31st of each ye2,L covering the preceding
year endin-g r 30ill, yAc g e rrl111g the s ta tu s of 1developmen.t Cilld

c ommer c La I u s e that is being Lladc: O[ intcilcled to be rnad e o r e ac n
Subject Lnv en t io n Le f t; for adm i.n i.st r a t i.o n to trle Institution and t he
steps that have been t aken by t he I nstitution to bring the. .inv en t Lon
to the point of practical application . 2..1 Such reports s[1311 inclttde
in.fol~I!lation ,:rceardiog status of d ev e l o pmcn t , the date of first c ourm e r c i.aI
sale or usc, gross royalties received by the Institut~on. and such other
data and information 2S the Agency may reasonably specify. To the extent
data or information supplied pursuant to this secti.on is considered
b v • l' ,... > c> J. b ~ . -" .:1 rr -'! '" C; 'j , ,.'. 1 . ;J • - c: -. ,,",1, t» • t 1:> ~. Y e a.cen s e e ,,0 e Pll.VJ. C,scc 0,. COD.l~Ccnc.)_'L_ a nc a s .,0 ld'~l. ,,-,.. 0) i e
Agency agrees that to the extent p~rmitted by law it will not disclose
"'11~-''''~ fo rmat io r, TO -)(-~ ',--C"'{'C '-" r' ;,.'n. ct)O Cover nme ;t...", ..... 1. .l J Ldl- ... ·)'" ~ 1. v.., ,, , ,,.1.0 vU,_S-,-U<_. <::1._ , ",J.bd.·"fll••
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Nothing ,in this Agreement shall pr-ecluc1e the Govern:nc.nt f r om ob t a i.n i.ng
greater r Lgbt s in 3 Subj cc t Invention mad e by an invt.:ntor whi.I.e a.

:Fcde}~al employee.

XIII. Termination

This AgreeiTICnt may be terminated by either party f6r canv~rli(~[1C~ ura Y1

thirty days written notice. Disposition of rights in, and
o ~ _ • ~ 1 't -, J... -i -s: ; •7' ~ 1-• ..; -~ "'"'"' .... d e f " r1 cs y- t.r a r'\ 'l-_ ,,-.. -- ,l ? cs r» t lo~ f·1-.:-,
<,G,n:1.H_S r a t a o n 0.1.. .. nv en r x o n s "'0 c; unu e z can .r ac c s s u o j ec \.J) ..... i. s

Agre.c:nent will not be affected by such a tCl.-::ilination; except that In
the event the Cov e r nrn en t; terminates this Agreement because a f a
failure or refusal by the Ln s t itut i o n to c omp ly '.vith any of its ohlig.:ltioll<>
under sections V(a)) VI) IX, and X of this Agr22ment, the Agency has
the right to require that the Institution's entire right, title and
interest in and to the particular invention with respect to ~~Iich

the breach occ urr ed be assigned to the United States 0 f America) a s

T£presented by the Agency.

XIV. Communicat.ions

Requests for Agency approvals, extensions, or similar act:a"c an d other
con:espondence required by this Agrecncnt should be ad d r e s s cd to

1 Except. \·Ihere----

specific.::!! ly 'pro~idcd -;-th~n1i;-~~ i;- th:C;'Ag;;;;~~~;t~- tl;-;;
or his designee shall act as the point of authority ,·:itil:Cii--t:Cc--·Xgc:Dcy----
to grant such approvals, extensions) or take such other Agency actions

as may be authorized in this Agreement.
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I N WITNESS WHEREOF, e ach of the par t i es her e t o ha s executed
. t.h i s Ag re ement as of t h e d ay and year b e l o w ,

UNITED STATES OF AHERICA

By
Ti t ( e
Da t e---,.---- ----- - -

----------

( Co r po r a t e Se al)

CERT IF I CATE

. - - ::-:-:-\- - -
( In s t i t ut i on ;

By
Ti t l e- .·------ - --- ---:- ------

--- - - -------~<-------_.-

Da t e

1, ._ ' c cr t i fy that I am t h e
of the I n stitution n ara e d ab ov e ; t h a t . .._. . ._

, v:ho s{gned th i s Agr ec;Ti :-c1t on b e h a I f of said Ln s t i tu t l ou i s
~~=:=~=~~ ..o f said Insti tu t ion ; a nd th a t t h i s A~ r e e :n ent
"Ha S duly ~~ i ;;n2d for and in b eha l f of s a id Instituti on. b y autho ri ty o f it !)
gov e r l1i11g body an d if; wit llin t Il e s~op e of it s corpo rate po we r s .

-
Wi t n c s ~ Ey h 3nd and the s e al o f said
0 ~Y of , 19

( Co r po r 2t e S E~ ~tl)

c o r p o r at i o u thi s

By



(
Exhi bi t A .17

(

CONFIPJ--IATORY INS TRD.:lENI'

Applic ation f o r:
In'l cntor(s ) :
Ser ial No ..
}' i li ng Da t e:

( Ti t l e of I nv e n tio n)

No .

Th e inv ent i on id ent i fi ed above is a IISub j e c t Invent io n" u ud e r
(id e n ti f y I n s ti t u t i o n al Pat ent Ag re emen t riumb e r )

to-vru ch c o n t:r a e t ( g r an t) No . ~Ji th

( s peci f y Gov e r nme n t age ncy T ;,las s ubjec t .

~i'hi s documen t i s c on f irrna t o ry of the pa i.d r u p licen se gran te d t o
t h e Government under t h i s c o n t r Be t ( g r a n t ) in t h i s invent ion, flu t ent
application a nd any r esulting p a t e nt, a nd o f all ot he r righ :~ s - ac qu i r ed
by t he Gover nmen t by th e r efer enced Agr e emen t. ,'-:

'I'll e Cov e r nmen t; j. s h e r eb y grant ed an ir rev o cabl e p O i ·;' 2 1: to Ln so e c t

s nd ma k e copie s o f t h e ab ov e - i d en t i f i e d r~t ent a pp ! i c at i o n .

Ei [. i':·:;d this d ay of

-'- - "'-1'- --'- .- . _-;-__~._ _ .~._u_._._ _
\ Innt i tut i.o n)..

(s i gnatu r e)"

cr r~TI }-' I C/t1'"£

I, , c e r t i f y that I am t h e
of i hc I n sti t utio n n cmed -as lic e n s o r. h erei n ; t Jw.t-----··_-- ---- -···_- ----- - -

\-lho s i g ued t his Li.c en s e o n b eh a l f of t he I n s tit u t l o n i s
of said I nsti t utio n; and that s a id Lic en s e \{ a s-di~ry- ·s"{'s;;l(~J-·I :::;r-i;~1Zf

· 41

.z.n b e h a l f of Ra i d I n s t itu t i o n b y a ut ho r i t y of i t s g ove r n i ng b od y,
a nd i s wi th in· th e scope o f its i orpo rate po wers.

"* If in a c c o r d a n c e v i th Sec Clon IV( a) o f t h e Ag r e eme nt, t he. Agency 11<1 5
detennin ed th at a li c e n s e fo r s t at e a nd d ome s t i c nun i c Lp a l g over nme n t s
vi l l not be ob t ai n ed, t h e f o Ll owing shoul d b e a d d ed to th e Co n f i r ma t o r y
I n strument:

"Th e l icen s e gran ted to th e Gov e r nme n t doc s no t i ncl ud e s t a t e ilnd
dome s tic jnu n i c i pa l governme nt s . "

~ ._- "'"";l..... _. h - -..
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No t e s fo r Comp l e t i o n o f Il)A

( 18

-,

1/ In s er t n ame 0 f
,

. ti. g;~~ ::l C Y ..

zt. Ln s e r t; r e f e r a nc e t o : I nst ituti on ! s offici a l po l i c y s tat ement s .

3/ If any curr ent g r an t s o r c o rit ract s a r e to be e xcl ud ed f r om t h e
l'.g reement ) 8. s ta temen t such HS t h e f o Ll o i..,i n g s h o uld be i nset-t ed
h e r e : " Th i s Ag r e emen t; shal l not 2P? ly to t h e. f o l l o wi n g c ont r act s . .. "

1 / Ag e r:c ie s may v:i sh to limit t h e s c ope of th e a g r e eo e n t to c on t r ac ts
e n t cr cd i nto a f t c r the d a t e of t h e Ag r e emen t; • In s uch case }

thi s s ec tio n vrou l d h av e t o b e r e v i s ed . If s uc h
ai l appro ac l1 is us ed , c on s id e r at i Oll shOtll d be g i v en a s t o 11 0~ COllt r nc t
cxt e u s i.o n s ,vi l l be t r e a t ed ..

g r an t s
5 / J."h c!. b r a c k e t.e d l ang u2g e may b c d cl e t e d l: llt

t } ~ .!i t I n's t it ·t~ t ion 2 1 Pa t c::n t P..,~re.c:me n ts v i l l
a s c o n t.r ac t e .

no rmal Ly
ap ply to

. ...
~L i s e x pe c r.ed

a s \-j e l l

6 / S '; )I':t [: agenc i f~s rOi2Y ';.\1i sh t o i ncl u.(~ e add i t i.o n e l o r
c o nc c rn i. ng i n t e: .cn a t i. o n a I D1Clt t f:: ~ s in c l ud i. n g sue. h
con si der n ece s sar y pu rs u an t to ·1-9.1 07-3( h)( 2) .

I ang u ag e a s
pr OV ::-S !.O i"iS

::.l:ey

7 / Age-.nd.e s F\ 2 Y f i ne { t u s e f u l to i n c l ud e rno r e d e t a i Le d iIl ,.t c uc t:!.OtlS
h er c o n t he i0 rll ~.~~. t of th.~S0 r c p o r t s a n d t.h e P 0 1."S0 r1;, t o l .../h..J:l1 t h e y
r:11ou.ld b a s u ppl i ~~d . T:1G. cx a c t c La u s e THa y h av e to D '2 v .ir i ed
l~- c (: o r clin2 t o t he ag c llC j"f; n o rm a l c ...; nt'r .ac.t c l.o s c -v o u t p r o c cd u r es ..

9 / :oi r .fe.T0.11t d 2~ ~~. C: .s Tl. l ~-~ ]' ~ ~). s ub:~ ·~ it u. t t:, d d.;: pcnd -LZ lg \.?!1 t h e i\ ~~:~~n,:.: y t s
t1{~C (~S ..

-10 Tn se r t; ?:pp l 1 C<1b lf: a d dres s e s and offi c e rs .

_ _ _ __ #- 'l ~ ._. '" .. . ~ •• "'
~- -.. 1- ."- r~.""'I. r :"l l"~ ~ "1~", . -. r-: -.:. ;..Ill f ; I i ~ '~ I l l "" :--" " ? : l L\.. ) -.... l' ._ ~· l 'l ..... I I .. _ ~
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§J.' - 9 . 1 0 9- 7

( a )

r. 110It·D J.~o£ it

'.
Ne got i a tion o f I n s t itutional Pa t en t . Ag r e c.nen t s

Agreemen t 511 3.1 1 provid e th e a g ency \';:\, t h th e f 'oLl o wi.ng Ln fo rma t i on :

( 1 ) Gener al in fo r mati o n co nc erning the i n s ti tu t i o n , inc l ud i ng :

(i) A co p y o f i t s Ar ticl e s o f I nco r por ation;

( i i) A s t a t cmeo t o f th e intitution 's p ur po s e a nd alms ; and

( ii i ) A s t a .temen t i nd i c atin g t h o. s o u rc e of t h e i nsti tutio n ' s

f unds ;

( 2) A copy of t h~': o :t' g 'lni 7 ?~ ti on' s · e st 3b l ish ed patent po licy,

toge t h e r wi t h t h e d a te and ma nne r o f it s adop t ion;

(3 ) The name , titl e , add r e s s and t e l.cpho ne n UGlfJCT 0 f th~
I .

o f f i c e r r e sponsib le f or a d:;:i n is t l' a t i o n of pa t c n t a nd inve n t i o n

mat ter- e are a , inc l ud5.l1 g -,\11

of f ic e s "chich c ont r i.b u t e t o t h e: or gani zi'l.ti o n' s pa t c n t man ag cme n t

i d en t i f yi nC a nd r e porting i nv entions and a de scriptio n o f t he pr o-

CC:.~ 1.n~c :; f or ev a l ua t i o n o f s uch i nv e n t i o n s fo r in clud .on in t ll( ~

O }~· 2 ;1~ l'Ji ~::~ (~. t-r. Gr I Js p r cmo t i o n a I pr ogram ;

(5 ) A c o py 0 f tlHl ag r c emc n t s i gn e d b y e mployee s e ng ag ed i n

re s earch and dev e lopment ~ l ncl Lc a t i ng t h ei r ob1 i g a t i o n 111 r cg a r d

t o inv e n t ions c o nc e i v e d o r f o r th e first tim e r e d uc er! t o p r act i c e

H I t he. c o ur s e 0 f th n i. r a s~;i£n ed d uti e s;
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( 6 ) A c op y of th e invent i o n report form o r out l i ne util iz ed

f o r prepa r a t i on of i nvent i o n re po r ts ;
c.

(7) A s t a t ement whe t h e r t h e o r ganiz atio n ha s a n agreement

with a ny pa t ent managemen t organi zat ions or consult an ts and a c opy of

any s uc h og reeme nt s ;

( 8 ) A de s c r i pt i on o f the p l e a s a nd i n t e nt ions o f t h e o r ga n i z a t ton

to b r i ug to th e mar k e t p l ac e i nv ent i o ns t o wh i.c h i t ret a i ns tit l e .

in~ l ud :!. n g a descr ipt ion o f t h e e f fo rt s typi c a l l y u nder taken t h e

i nven t i on s;

(9) A d e ocript Lo n o f t h e o r gan i zati on' s p a st patent application

a nd pa t e n t l ic ensin g ac t i v i t i e s , i n c l ud i ng t h e fo l l owing:

Numb e r o f i nv e nt i on s r cpo r t cd t o th e orga.1Ji/"':; c-i.tioll dur in g

each of t h e pa st f i v e: ye a r s ;

Nurnbex o f pa t.cn t a pp Li.c a t i.o n s f i led dW.·i"11g e ac h of th e

( l l l) Numbe r o f pa t en t s ob t a in ed d ur ing each of the past

I

( i v) Numb e r of e x c l us iv e lic e n s e s i ::: s u c d d ur i.ng e a c h o f

t h e

(v) Nurnb er o f n onexcl us ive l ic e n s es . o Lhe r th a u t.lro s e t o

s po n so r J.nc; Go v er nment

y C<-J r s ;

. . !3zcn C1 CS , l s su e c dur ing e ach of th e pa s t , f i ve

( v i) Cr o s s r o y a .Lty r.uc ome d ur i ng each o f t l.c p a s rvfivc years ;

( v i i ) A gen era l d e scr i ptio n o f r o yaltie s ch arg e d , i ncl ud in g

1\' 1 1 ,....,. , ,.., r , ',- ...... .y- ~....~ , . . ..-, _" . : ~ - -~ - "1 ..: - - ' . -= .
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~-IO ~ld be c ov e r e d -by an a i;r £em e n t s i g ned by t h e o :c'g2 E i z a t i on ;

(I I ) I f t h e o r ga r,i zati on i s a subs id i a ry o r a ff i l i at e o r g a rn. z a -

t i c n, t he n ame of t h e o t he r o r g ani z a tio n a nd a de sc r i pt i on o f th e

r e l a t i o n s h ip ;

( 12 ) Th e amo un t; 0 f Gover nment s u ppor t f or r e s c ar ch a nd

dev e lo pmen t ac t i.v i tie s c u r r e nt ly b e i ng a dmi n i s ter e d b y t h e oj- gani:;,,;-:;. t; i c n,

( 14) A statemen t o f t h2or g a n izati ol} s pol icie s wi th re s pec t t o the

s h a r ing of ro y a l ties with e~plo yees; and

'( 1 5 ) A dc s c ri.p t i o n o f t h e u s es mad e o f a n y n e t 'i n c ome g eo c r at c d

( 1 ) An c £: t d , l } ;:1,e cl p a te n t po l ic y ',i;:i c h 1.S c on si s t e n t ,,; 2.U l t b e
I

polic y l T~ §J.-9 . J0 7-3 a nd i s adm~.n istercd on a c o n t i ll lJO U S b asis by an

o fI .ic c -r O ).~ o ';~b3n i zati;J n re s p o n s i.b Le t o t h [:. ()r ga. l li:?~ t, "l.':I. on.;

O r' o r. t h e Cov e rnmen t ':1Oy i nv e n t i o n c onc e i v ed
/

o r f irst ac t ual Ly r edu c ed to pr ac tice by t h em i n t h e cours e o f or

mcn t s a r e ob t a i n e d p r i.or t o th e a s s i g nmc n t of p e rso n n el to Cov e r n.acn t-:

f~ u ~) p \) r t c: d re s e a r c h a ud d ( ~ v c l o p ' ~! e n t pr o j e c ts;
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(3 ) Pro c ed tn t~ s for p rornpt irrv e nti o ri i c1 entific<J.t i on and

tim e I y d i sclo s u r e to the officer or o r ganiz a ti on a drn iu i s t e r i ng the

p a t e nt policy of th e in s titu t i on ;

(4 ) Proc e du r e s lo r i nve nt i on eva Iuati c n : and

(5) An activ e and e f f ec ti ve pr omo t i o n al pr ogr 22 fo r the

lic e n s ing and ma r ke t i.n g 0 f invention s .

------- - _ ._---- - _.._- - - - _ .._._--- - _._-- -- - - _ ..._ ...__ .------------------_.
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u.s. D EPA RTM E NT O F C O M MERCE B UI L D ING

WASHI NGTON, D.C. :1.0:1.30

UNI VERS ITY AD HOC 7ASK FORCE

Minutes of Meet i n g - February 1 4, 1 977

Th e meetin g con v ened a t 9 ; 30 a. m . in Room 3 3 8 o f the IJa tion al
Scie nce Founda tion, 1 800 G St reet , N. W. , Wa s hingto n , D. C.

Atte n d e es
l"lemb e rs Pr e sent

Norman J . La t ke r , Chai r ma n
J e s s e Lask en
Martin S . Postman
Fra n k Lu k a sik
L/C H . fiI . Ho uge n
A . F . Kwitni eski
Ro b e r t Kemp f
JO hn B. Raub i t sche k
Eug e ne Pawlik owski

Ex e c u t i ve Secretary Pr ese n t
o. A. Neum a n n

Membe r s Absent
Robert Pot eat

Gene r al

Hm'l
:NSF
AF
AFse
Army
OUR
NASA
NSF
NBS

DOC

ERDl\

Th e Ch air ma n b r i efly d i s c us sed the aC~lons t a k e n to da te b y
Me s s r s . Latk er and Las k e n i n compil i ng t h e c o rtLr:te n t s r e c e i v e d
o n t h e p r opo s ed a me n d me nt to t h e FPR r and Mr . La s k e n's
p r o p o sed revi s ions suggested t h e reby .

Mr . Latk er n o ted a nd distribute d t h e ma t er i a l s submitte d b y
Mr . De n ny s e tting f orth sugg e s t e d ERDA wa iver p rocedure s f o r
nonprofi t i n s ti t u tio n s havi ng a patent management c a p a bility.
Mr . La t k e r a l so a dv i s e d t h at Mr . Henderson i n dic a t e d DOD would
pro b a b ly a g ree t o acce pt any l is t o f institutions approved b y
the i n t e r a g e n c y g roup .

Hr . Ke mp f a s ke d i f t h e p r o po sed a me n dmenc to the FPR covering
nonpro f i t i nstitutio n s wo u ld devi ate with r esp e c t to report ing
a nd oth e r p r oce dur e s s e t for th i n the basic s h o r t form patent
rights clauses of the FPR . Mr . La s k e n suggeste d t h a t the
shor t f o r m c l a use s o f the FPR be modif ied to a c c ommo d a t e t h e
c han g es made t o t h e claus e s for us e under the IPA ' s . I t was
the con s ens u s o f t h e ta s k fo r c e tha t a ny dev iat i o n s wou ld
a lso b e recom.rnen ded for t he shor t f orra c l a use of t he F'PR t.o
a s sure t h e des i red uniformity .
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Rev i s i o ns t o FPR l~endment

A page-by-page r eview of the propos ed FPR amendme n-t was mad e
with the task force adopting certain modifications suggeste d
by the COIDments received.

It was agreed t h at t h e di s position, a nd r a tionale the r efor ,
of the comments a re to b e documente d for t h e record by tless rs .
Latker and Lasken. It wa s furth e r agree d t hat t he work of
the Task Force wo u l d b e further reviewed b y t he Intellectual
Property Subcommitte e and that its r e co8flendations be sub
mitted to GSA.

Ne x t l'~ee ting

For the ne xt meet i ng , the Chairman a sked t he member s to
consider whether or no t the 6-month p e r iod for r e po rting
inventi ons ought to b e e xtended , a nd what peri od -6, 12 ,
1 8 or 24 month s , is p referab le .

'1'h e Chairman would advi s e the me mbers of t h e next mee t i ng
date.

The meeting ad j our ned at 3:15 p . m.

O. A. Neumann
Executiv e Sec r etary
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L',',,;, DEI'i\;",TI"IENT o;~· COMMERCE BUILDING

\NI....SHINGTON, {).C. 20230

UNIVERSITY AD HOC TASK FORCE

Minutes of Meeting ~ February 23, 1977

The meeting convened at 9:30 a.m. in Room 321 of the National
Science Foundation, 1800 G Street, N.W., Washington, D. C.

Att:.::ndees
---~----..,---_.-

Hen,bers Present
---'NOrm""';::l.J:1 J. Latker, Chairman

Jesse tasken
Eugene Pawlikowski
John Raubit:schek
Robert Crawford for A.F. Kwitnieski
1.'1'C H.M. Hougen
Thomas Kundert
Capt. John J. Bartus

Executi'le Secretary Present
-~-A,-:l"\reumann

!4embersAbsent
-'Pi-ank Lukasik

Robert Poteat
Robert Kempf

HEW
NSF
NBS
NSF
ONR
Army
AF
AF (BArB)

DOC

AFSC
ERDA
NASA

The Executive Secretary distributed the minutes of the February 4/
1977 meeting.

REVIEW OF THE FPR AJVlENDIvlENT

The Task Force continued its page-by-page review of the proposed
aTuendment to the FPR concerning Institutional Patent Agreements.

The 6-month period for reporting under subparagraph V. (a) (i)
[page 30] was discussed at length. All agreed that this period
was in practice too short. It was suggested first that the
words "promptly but in any event Lrnmed La t.e Ly upon " replace the
specific time period. The Chairman noted that this was a
suggested change to the Subcommittee on Intellectual Property
and that agencies were not to be bound by it.

The r.rask Force completed its review of the c ornment.s and revised
the proposed amendment to the FPR as appropriate.
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PROCEDURE

It was agreed that Mr. Lasken would make available to the members
the revised amendment for additional clean-up comments.

It was also agreed that Mr. Latker would advise Mr. Denny of
the options as to how the Task Force should proceed.

The meeting adjourned at 3:30 p.m.
...-:

/;1)
11../1.,,.. ) •
~--

o. A. Neumann
Executive Secretary
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UNITED S'fATES GOVERNMENT
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1~1 ernorandum
TO

FROM

SUBJECT:

Hembers of the University Ad Hoc Task

': -//1
Jesse E. Lasken/,i;>7. /.F;I-Ct.'i'i(/{ _

II'---~ .--
/1

Revised Draft of FPRs

Force DATE: n;::o

Enclosed for your review is a r ev i s e d draft of the proposed FPR
amendments based on our meetings of February L} and 23, 1977. If you
find any typographical errors please let me know so that these can be
corrected. Any substantive comments that might require additional
meetings to resolve should be addressed to Norm La t.ke r .

It is my understanding that Norm is to determine whethar we should
also prepare other FPR changes to bring the "Short Form" clauses in line
with the proposed language in the IPA. Assuming this is to be done. I
would be prepared to submit a draft to the Task Force for consideration
at another meeting. I have done a preliminary draft. and it wouLd be a
relatively easy task to complete a draft.

Distribution:
Norman J. Latker~

Martin S. Postman
H. M. Hougen
A. F . Kwitnieski
Robert Kempf
John H. Raubitschek
Eugene Pawlikowski
O. A. Neumann
Robert Poteat

50tO·1 JO



" , JEL~ Feb . ?S , 1977 in a c c o r dan c e
wi th sub c om m i ttee rna r k -r up s e s s ion s of
? / 4 / 77 a n d ? !? 3! 77

Propose d FPR Revis ion

. . Pr'epar ed by Ad Hoc Subcommittee on University Pa tent Policy

February 1977

1. Add the following subsection (6) to l-9.l07-4(a):

(6) In accordance with the except ional circumstances l an guage of

1-9.l07-3(a) and/or the special sit ua t ions language of l-9.l07-3(c) ,

agencies may enter into Institut ional Patent Agreements with educa t i ona l

and other nonprofit institutions having a t echnology transfer p rogr am

meeting the. criteria set fo rth in 1-9 . l99-7(b) . Such agreements s ha l l be

s ubs t antial l y ~ .. .. ; .J:llie as the s t an dard agreement of 1-9.107-6 (c) (2) and

provide the institution the right to reta in the entire r igh t , title an d

interest in inventions made in the course of or und er contracts s ubj ec t

to certain conditions. IVhen such an agreement .has been made with an

institution, it shall be made app l i cable to each contract with th e

institution in lieu of the Patent Ri ghts clauses in l-9.l07~5 and

1-9.107-6 (unless a dete r mi nat i on has been made to exclude

the contract from the agreement.)

2. Retitle 1-9.107-6 as follows: "Claus es for domes tic co nt r acts

(shor t form) and Institutional Pa t ent Agreement s . "

3. Add the f ol l owing new subs ection (c) to 1-9.107-6 :

(c) Patent Ri ghts - Institutional Patcnt Agr eement. (1) Hhen

an agency has determined in accord ance wi th 1-9.109-7 that an Institution

should receive an a8r~ement as au thorlzed. und er 1-9 .107-4(a)(6), an

Institutional Patent Agreemen t substantially simil ar to the s tanda r d
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agreement set forth in paragraph ( c)(2) of this section (and appropriately

complet~d as indicated ~n the numbered notes appearing after the

Agreement) shall be used. Changes in the ag r e ernen t should be kept

to a rn i n irnum and should be limited to changes dictated by statutes

applicable to the agency or by special administrative needs. In any

event) agreements should inc! ude at 1east the following features:

(A) A requirement for the prompt reporting of all inventions

to the applicable agency along ",ith an election of rights;

(B) Reservation of all rights specified in l-9.l07-3(e)-(h);

(C) A requirement that the institution make such inventions

available on a nonexclusive basis except where the desired practical

or commercial application has not been achieved or is not likely to be

expeditiously achieved through such licensing;

(D) A condition limiting any exclusive license to a period not

substantially greater than necessary to provide the incentive for

. bringing the invention to the point of practical or commercial

application and to penuit the licensee to recoup Lt s-co s t s and a

reasonable profit"thereon;

(E) A restriction that royalty charges be limited to what is

reasonabl e under the circumstances or ,,,ithin the industry invo Ived;

. ..
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(F) A re.quirement that t h e ins titution's royalty receipts,

after payment of administrative cos t s, including payments to

inventors, be utilized for educational or r e s e a rch purposes;

(G) A provision permitting the a gency to except individual

contracts or g r a n t s from the operation of the agreement;

(H) A requirement for progress reports after designated

periods;

(I) A prohibition a ga inst assignment of inventions without

Governmental a p proval to persons or organizations, o ther than

assignments to approved patent management organizations subject

to the above conditions; and

(J) A pro~is(on permitting t ermination for c onvenience by

either party upon thirty (30) days writ t en notice.

(2) The following 1S the standard Institutional Pat ent A~ r eemen t :

...
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INSTITUTIO~ALPATENT AGREEMENT

This Agreem~nt is mad e and entered into ' by and between the
United States of Arne r i c a as represented by the 1:./.
hereinafter sometimes r eferred to a s the 11 Agency," and -----;-;--

• hereinafter referred to as the "Institution."--------
WITNESSETH:

lolHEREAS, in accordance with the President's Memo r andum and
Statement of Government Patent Policy dated Augu st 23, 1971, ~nd

the provisions of 41 CFR 1-9.107-4(a)(6), it has be en determined by
the Agency that t he Institution has a technology transfer program
meeting the criteria of 41 CFR 1-9.l09~7 in that the Institution's
patent policy a s set fort h in 2/ and its
technology transfer practice s h ave been r ev iewed and fo und
acceptable; a~d

WHEREAS, the Institution is d ~sirous of e n t e r i ng into a n

agreement wh e reb yi tmay re t ain the entire right, title, and
inte re st in and admini ster inventions made in the course of or
under research supp orted by th e A gency, subject to certain
rights acquired by the Government: . '

1~0i']. THEREFORE. in consideration of the foregoing" the parties hereto
agree as follows; ,

I. Scope of Agreement

This Agreement defines the rights of the parties hereto
re garding the allocation of rights in Subject Inventions reported
after the date of this A greement and made under contracts
entered into wi ththe Ag e n c y , inc luding contracts e ntered into
prior to this A greement, except contracts specifically excluded
by the A gency.]/ 1-/

II. Definitions

(a) "Subject -Lnve n t Lon" mea ns any inv,ention or discovery of the
Institution conceived or first actua l l y r educed to practi ce in t b e
course of or un der a contract with t ile Agency, and includes any art,
method. process t machine t manufacture. de~ignl or composition of matter.

,.., nnrco 0""),... ,...." .. ..... _...-4 k ...~ 4-"",.. I ~ w L_
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or any new and useful i mprovement thereof, and any variety of plant,
which is or r~y be patent able"und er the Patent Laws of the United
States of America or any foreign country.

(b) liCootract" means any contract, [agreement, grant, or other
arrangement] 5/or subcontract entered into wi t h or for the benefit of
the Government, where a purpos e of the contract is the conduct of
experimental, developmental, or research work.

(c) "States and domestic municipal g ov e r n m e n t s " means the
States of the United States, the District of CoIurnbi a , Puerto Rico,
the Virgin Islands, American Samoa, Guam, and the Trust Territory
of the Pacific Isla nds, and a ny political subdivision and a gencies
thereof.

(d) "To bring to the point of practical a ppl i ca ti on" means to
manufacture in the case of a composition or product, to practice in
the case of a process , or to operate in the case of a machine and under
such conditions as to establish that the invention is being worked and
that its benefits are reasonably accessible to the public.

(e) "Ma de , tl when used in relation to any invention or discovery,
means the conception or first actual reduction to practice of such
invention in the course of or under a contract.

III. Allo cation o f Princ i pa l Ri ght s

(a) The I nstitut i on may r e tai n the en t i r e r igh t , title, and
i.ntcrest throughout the wor l d or in any country thereof in and to
each Subj ect I nven tion dis c losed pur suan t to Se c t i on V., below,
suhject to the provisions of this Agreement. The Institution s hDl l
include with eDeh Sub ject Invention disc los ur e an elec tion whethe r it
will retain the entire right, title. und interest i n the invention
throughout t he 'wor l d or in a ny country' thereof s ubj e c t t o the rights)
acquired by the Cove rnmcu t in Section I V of theAgre ement; p rovided
that the Institut i on m~y req ~est ~n ' extension of the time for election.
If the Institution elects not to r etain rights in a Subject Invention,
it shall supply the Agen cy wi t h a ny writt en report s upon whLch this
decision was ma de , such as marketing r eports, patent s earches, .or
other similar r eports.

.. ,. _ _ L _ - - -- =------ ...... -- _"t'" r1'~~,...,."tTQ r"\ r
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( b) The Institut i on agrees t o conve y' t o t he Cove rnm en t , upon
r eq ue s t , t h e en ti re d omest ic r i nht , t i t l e , a nd inte r e st i n any Sub
ject l nv ention wh en t he Instit ution :

(i) . does not e lect und er Section III( a) to retain such
rights; or

(ii) fail s t o h ;,v ' d Un i t ed St at es Pa t en t Anpl i.c a t i on
fil ed on ~ h (' i nv cnc i on in ac co rd anc e wi.t h sec t i on
VI " :. i , . ~. ': zc i des no t to c ontin ue pro s ec ution o f s uc h
a ppl i ca t i on; or

(iii) at any t i me, no longer desires to re t ain title .

. (e) The Ins titu tio n agr e e s to conve y t o the Gover nm ent, upon
request, the en t i r e right, titl e , and inter est ln any Subject Inv ention
in any foreign country when the I nstitution:

(i) does not e l ect under S e ction I11( a) to retain such
rights i n t he country ; or

(ii) f ails t o have a patent ap?lica: i on fil ed i n toe c oun tr y
on the i nvention in acco rdanc e vi t h S02c tion VII ( a) ; ex cept
that i f an app licatio n has been f iled i n a f0 r e i ~ n coun tr y
after the t ice s speci fi ed in Sect i on VII(a ) b ut pr i o r to
such reque s t b y the Governmen t, the Institution sha l l retain
the -entire right, t it l e, and in t cr 2s t in th e Subj ect
Invention in th e coun try i nvo l ved ; or

(iii) decides not to continue prosec ution of. s uc h app l i c a
tion or to pay any :Jai n ten allc e fees cov e r in g t he i :1V entio n.
To avoid forfeit ure o f 'the pa t en t app l i ca t i.o n or patent ,
the Instit ution sha ll no t ify t he Agenc y no t l ess t h.1l1 s i x ty
(60) day s b e for e th e ex pi ra t ion per i od for any action r e
quired by the foreign pa t ent of fice.

(d) A conveyance, request ed pur s ua n t to Sections IIl(h) o r (c)
of this ' Agre ement, shall be made b y delivering to t he Ag enc y d ul y
execu ted ins truments ( pr epar ed b y t he Cov cr rrn en t ) a nd such o t he r
pa per s as ar e de emed nec es sa r y to ves t in the Cov er mn eu t the e n t i r e
right, title , and int er est to enabl e t he Gov e r n~ cn t to app ly for nnd
pro s ec ut e pa t e nt a pp Li.ca t i o ns c ov er i ng the i nv e ntion i n t his o r t he
foreign c ount ry, res pectively, or o t her ...·isees t ab.li 5h i t s own er shi p
of such invention.

...

•



IV. Minimum Ri ghts A cqui r ed b y the Government 7.
(a) \,Jith r espect to e ach. Subj ect Inven t i .on towh ich the Institution

retains principal - or exclusive right s, the Institution hereby grants
to the Government- of the Unit ed St a t e s a nou ex c l us i v e , no ntran sferable,
paid-up licen se to make, use, and sell each Subj ect Invention throu~ huut

t he, world by or on b ch a Lf of the Government of the Unit ed States (including
any Govecnment agency) a nd State s and domestic municipal governments,
unle~s the Ag ency determines after the inv ention has been identified
that it would not ·be in the public interest to acquire the license for
States and domestic mun icipal governments;

(b) With respect to each Subject Invention to which the
Institution retains principal or ~x c l us iv e right~, the Institution
agrees to gran t to res ponsible a p p l i can t s , upon request of the
Agency, a license on terms t ha t are reasonable und er the c i r c ums t anc e s ;

(1) I unless the Institution, its licensee, o r it~ assignee,
demonstr ates to the Cover nmen t that ef fec tive steps have b een taken 
,nthin three (3) years after a pa ten t i ~sues on such inv ention to bring

-t h e invention to the po int o f practical a pplication or t h at the invention
J1asbe~n made av a i l a b l e for licen sing roy alty-free or o n t e rms that are 
r ee.eo n ab Le in. the c i r curas t auc e s or can show cause why the principal
or exclusive rights shou l d be r etained fo r a further pe r i c d of time; or

. ( i i ) to the extent that the irl'.,r enti-on i s required for public
use by gover nmental r eg u l a t i on s 0'::- as may be n ec e s s ar y to ful fi 11 p ub 1 i c
~ealth or safety ri~eds, or for other public purposes st~pulated in the
applicable contract.

Any requests made pursuant to this subparagraph (b) shall be
by the head of the Ag( 'Ci \')~' a duly authorized a gent, and the
Institution shall be g i v c n w ri t re n notice of any proposed request
not less than thirty (30) days prior to the issuance of a formal
request and, if it so requests, shall be granted a hearing before ·

the request is issued and otherwise made effective

(c) Notwithstanding Section III(a)"or any other provl s i orrs of
this Agreement, the Ins titution a grees to license or assi gn Subject
Inventions as directed by the A gency to comply with the terms of
any applicable international a greement. At the request of th e
Institution, the A genc y w ill , after an invention is identified, identify
the specific obligations of the Institution with respect to such
invention which might otherwise conflict with the provisions of this

Agreement. !:../

. (d) Nothing contained in this section shall be deemed to
grant t o the Government an y rights with respect to any invention
other than a Subject Inv en t i on i



( .(
\

8

'. iIi 1/
~/

V. Invention I dc nt i fic .1t ion, Di s clo s ures , and Reports-----
(a) The Institution shall fur ni sh the Agency

(i) a complete technical disclosure for each Subject
Inventionprom.ptly after conception or first actual
reduction to practice, whichever occurs first in the
cour se of or under the contract , but in any event
immediately upon a ny on s ale, public .u s e , or publication of
the inv ention known to t he Institution. The dis-
closure shall identify th e contract and inventor a nd

·shall be sufficiently compl et e in technical detail
and appropriately illustrat ed by sketch or diagr am

'to convey to one skilled in th e art to which th e
invention pertains a c l e ar understanding 0 f the nature,
purpose, operation, and, to the extent known, the ph y s i c a l ,
chemical, biol ogical or el ectrical characterist i c s of the
invention. Such disclosur e s h all be furni sh ed di r ectly
to the Agency in addition to a n y other re quir emen t u nd er

, the contract fer the submis sion of progress or other
reports and whether or not r e f er enc e to the Subj ect Invention
has been made in any such r e p o rts .

(ii) Complete information conc erning , the date and identity of
any on sale , , pub l i c use, o r p ub I Lc at i o u of th e inv enti on
"rhie h ma y consti t ute a st a t u t or y b a r und e r 35 USC 102,
which was a uthorized by or k n ow n to 't h e Institution or
any cont emplat ed action of t his nature.

(iii) A final report within three mon~hs aft er c ompl etion
of the work u nder any con tract, listin~ all Subj ec t
,Inventions or certifying that there were no such inventions. 7/

(b) The Institution shall obtain patent agreements to effectuate
the provisions of thi s Agre ement from 31 1 perso ns in its employ who
perform any part of the work und e r any c o u t r ac t exc e p t nontechnical
personnel, such as cJerical and manual laborers.

(c) The Institution a gr e es that the Govermnent may duplicate
and disclose Subject Invention d i s clo s u r e s and, subject to Section XI,
all other reports and papers furnished or required to be
furnished pursuant to this A greement. { Notwiths tanding, the Agency t i\
will take reasonable care to ensure that such disclosures are not IN
released to the public unless the A gency de te r m ine s , after ' _~~

consultation wi th the Institution, that the proposed release will 7if'
not adve r s aly affect the Ins t i tu ti o n t s opportunity to obta in patent
prote c tion._J

(d) The Institution shall not bar or prohibit publi c a t ion of
disclosures of Subject Invention on whi ch patent applications have
been filed.
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VI. Fili ng of Dome st ic Pa t e n t Applications .

( a) ~ii th r e s pect to each Subjec t I nv en t i o n in wh i c h th e I ns t it ut i o n
e lec ts to r e t ai n dome s ti c ri gh t s pur su~ntto s ection 111( a) o f t hi s
Agl"'eeme n t the I ns t i t u: io n shall have a d ome s t i .c p a t eu t a pplic ation filed

. tn t hin si x ( 6) mouths a f t e r an el ec t i on has b e en made pur suant
to 6cction I1T (ci) o f t.his Agre f: m-ent or s uch l cng e r period as:
ma y be approved in wr i t ing by the A gency . Howeve r , if t he
A genc y determ ines that th e re has been such u s e or

. p ub lication of the invention s o a s t o in i tia t e a one -ye ar
statutory pe r i od whi ch e nd s l e s s than s ix rnon th s after
the election, the Agency may r e q u i r e th e application to
b e filed on e m on th or less b efo r e the e nd of th e statutory
p e ri od. With re spec t t o such inventi on, the Institution
shall promptly notify th e A gency of any de ci s i on not to file
an a p p li c a ti on .

(b) For each Subj ec t Invent i o n on whi ch a pat ent app l i c at i 0 n
is filed by or o n b ehalf of the. Institutiun,- the Lns ci t ut i on shal l

(i) wi thin six m onth s afte r 's u ch fili n g , or wi thi n s ix months
after s ubm i s s i on of the inve nti on d i sclosure if the

. patent appli c a t ion was filed prior to th e contract, deliver
to the A genc y (A) a copy of the a p plication a s fil e d, includ
ing the filing da te and serial n umber; (B) a copy of an
ass ignm e nt f rom the inven~or or invent o r s to the In s t ituti on
of all r ight, t i tle a nd in t erest in th e invention p roperly
recorded in the Un ite d S tate s P atent a nd Trademark Office;
and (C) a dul y execu te d and a pp r oved in s t r ume nt on the
form specified in E xhi bit A wh i ch is attached he r e t o and
by this reference made a part hereof;

(i i ) include the f o llo win g statement, appropriately com
pleted, in the second paragraph of the specification of
the applica tion and any patents i s s ue d on the Subject
Invention, "The Goverrunent h as rights in this invention
pur suant to C on t r ac t (s) (or G rant( s )) N o j s );
awarded b y (i de n ti f y the Agency or Age n ci e s) " ;
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(iii) not Ie s s th a n thirty (30) days before the expiration

of the response period for any action required b y the
United States P atent and Trademark Office, notify the
Agency of any decision not t o c on tinu e the prosec ution
of the applica tion and delive r to the A gency upon request
executed instruments granting the Gove rnment a power

of attorney;

(iv) upon request, fully advise the Agency concerning
all actions taken during the prosecution of any p atent
application and furnish copies of any relevant documents

as requested; and

(v) provide the A gency with a copy of the patent within six
months after a patent issues on the application.

VII. Filing of Fo r ei gn Patent ApD~icat~

(a) Hith respect to ea ch Sub j ec t Lnvcn t i.cn i.n \~bi('h the l nstituti r"n
elects to retain principal r igh t s in a fo r e i gn country pursuant t o
section III(a) of t hi s A greenen t ~ t he Institut i on s ha l l · have a pa t e n t
eppl ication fil ed on t Ile i nv ~n : ~ on i n such count ry, i n acc crd~ucc wi t h
appiicabl e sta tu t e s and r e gul a Lions , and with i n on~ of the f ollowin g

periods:

(i) eight months from the dat e of 3 corresponding
United Stat e s application filed b y or on behn}f of the
Institution; or if · such an 3?p l i ca t i on is not filed,
six months niter an election is made pursuant
to section III(~) of this Agr eement:

(ii) six months from the date a license ' i s p, rr.tnl:cc!
by the Commis sioner of Patents a nd. 'l' rndema r ka ~ ',) f~ '!. e
foreign applications when such filin g has been pro~

hibitcd by s eclIrity reaso ns; or

(iii.) such longer period as may be appr oved in writing
by the Agency.

" .... I t ' I I t" · ~ I} t.-_"d L L V \,_U'- 1.1 ...., .... ~ , ..... ..... .... .- .. - . _.~. _ _ . _ ~ - - - -
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(b) The l11sH tution shall notify the Agency of foreign
applications filed and, upon request, shall furnish an English
version of such foreign application without additional compensation.

VIII. Subcontracts

(a) Except as provided in (b), below, or when the subcontractor
bolds an Institutional Patent Agreement wi th the Agency, the In s ti tution
shall include in any subcontract where a purpose of that subcontract
is the conduct of experimental, developmental, or research work
either the "Patent Rights - Acquisition by the Gove r nrn.en.t!' clause
found at 41 CFR 1- 9.107 - 5(a) 0 r the following clause:

(8) The Contractor hereby agrees to report fully and
promptly to any

( Institution)
invention .conceived or first actually reduced to practice
in the course of or unrl~r this contract (hereinafter
referred to as "Sub j cc c Inven t i onf s ) ;" and to assign all
right, title, and in::2r2:S~ in and to such inventio~ to

or its designee.
(Institution)

(b) In addition, th2 Contractor agrees to furnish the
fo.l Ioviug materials, d i s c l o s ur e s and r e po r t s :

or its designee the

(i) Upon request, such duly executed instruments (pr~-

par~d by the or its designee)
(InstitutIQ~)

and such other paper s as a'r e deem 2:1 1L'C" S s «r y to v e 5 t . in
the

any country, coveringapp l i c at i on , in

----(lnstit u t i o :1)

right.f> granted under this clause and to e.nable the
. or its designee to apply fur and

----(Insti cut ion)
prosecute any patent
such invention.

(ii) Prior to final settlement of this contract, a
final r e por t; listing all Subj ect Lnveu t i.ou s or certifying
tlu:t no inventions were conceived or first actually
reduced to practice under the contract.
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(c) The Contra ctor sha ll inclu de ;:: " ,/ su bc o n t r a c t
either a clause identi cal t o t.l . i. ,. ,<Lt s e or th e "Pa te nt
Rights - Acquis ition by the Go ve r nrre n t" clause f ound at
41 CFR 1- 9. 107 - 5(a) i f a purpo s e of the subcontract i s
experime n tal , deve l opm ental, o r re sea rch wo r k . If
a. subc ont rac tor re fu s e s to a cc e p t e i ther .
of th e se clauses or. i f , in th e op i ni on o f th e Contr actor,
these claus es ar e inconsi st ent with the p~licy set forth in
41 CFR 1-9.107-3) t h e Co n ~rac tor (i) s ha l l promptly no t i fy
the Insti tut i on and· ( i i) sha l l not pro ceed wi th t he s~b

contr act withou t t he wri t ten autho r i zatio n of t he In st i tution.
It is under stood tha t the Institut i on will seek dir ect i on

-fr om the. (insert name 0 f appro priate
Agency).

..
(d) The Contractor shall r ep ort any subcont r acts containing
a patent rights clau s e to the I nstitution. The Contrac tor
shall no t be obl i gat ed t o enforce t he agr eemen t s 0 f any
Subcont r acto r h ereunder rela t ing to t h e obliga t i on s o f t he
Subcontr ac t or to t he Cover nmeu t in r egard to Sub j ec t I nv ent i ons.

[End of Clause]

(b) In the event of a r ef'usa l by a subcontractor to accept
eith er of the claUS 2S specified in (a) o r if, in the opinion of the
Lns t i t ut i.on , the se cl au s e s are inc ons is t en t wi t h th e po l i c y s et
fo rth i n 41 CF R 1-9.1 07-3) t n e I ns t~ t utio n ( i) sha l l pr 0ffiptly
~ubm i t a wr it t en not i c e t o the Agenc y s ett ing f o rth r eason s f or
the Subco ntr ac to r 's r efus al and ot her per tinent i n fo rmation which
may expedi te di sposition of the matter; and (ii) sh a l l not proceed
,,1.th the 's ubcont r 2 C t wi t ho u t th e wr i.t t e n au thori za tion 0 f the Agency.

(c) It is understood th a t the Government is a third party bene

ficiary of any subcontract c l ause gr ant i ng right s to the Government in
Subj ect Invent i o ns , a nd the I nsti tut ion hereby a s sign s to the Govern
ment a l l r i ghts that it wou l d hav e to en f o r c e th e Subco nt rac t o r 's
obligation s for the benefi t o f t he Governmen t with re s pect to Subject
In~cntions. The Instit~tion sh al l not b e obligat nd to en f o r c e the
~greement s of any subcontractor her eund er rel ating to t he obligations

. of the Subc ontr actor to t he. Government ill r egard t o Subj ec t Inventions.

(d) Nothin g in this A greement is intende d to preclude the
Institution from gran ting a subcontractor ri ghts or an option to
rights in any inventions made by the subcontractor to the extent
such rights are consistent with th e provisions of th i s A greement.



( _r. ( 13

IX. Admi n i s t r at i o n of I nventi o n s 1 11 \-.'hich th e Institution El ects
to Ret ain Ri~ht_s

(8) The Institut i on sha ll a dmini ster tho se Subj ect I nv entions
to which it el ect s to r e t aill title in the pub li c int e r e st a nd s h a l l ,
except a s provid ed in s ubs ection (b), be low , make them ava i lab le
through licensi ng on a nonex clus i ve , -ro y a Lt y -rf r e e or re a sonabl e
roy~lty basis to all qua l i f ied applicant i . .

(b) The Institut ion may lic en s e a Subj ect Inv en tion o n an
exclusive b asis if it d et e r mi nes t ha t an exc l us i v e li c e n s e i s

- requir ed in t h e pub l i c in t er e st becaus e i t i ~ n ec essar y a s an
incchtive for dev elo pment of the inv ent i on or bec au~ e market cond i ~ i o n s

are s uc h as to requir e lic ensing on an ex c l us iv e basis in ord e r to bring
the invention to .t he point of practic al a pplic ation. Any e xcl usive
licen se Ls s ued by the Institution unde r ' a U.S. patent- or pat ent ap pl i c a t i.o n
sh all be for' a limit ed per iod of time and s uc h period shall no t, unless
ot.h e r vi s e approv e d by t h e Ag e ncy , exc e e d five ye a r s from the date of
the .f i r s t c omme r c i a l s ale o r use in t h e Uni t e d States of America of a
p roduct 0 r proces s emb o dy ing the in vention, or e igh t yea r s from the
date of the exclu s ive license excepting tha t time before re gulatory
agencies ne c e s sa ry to obtain premarke t clea r ance, whiche v er occ urs
first. Such license sha Il als o provide that th e licensee shall u s e
all r e a s on a b le effort to e ffect introduc t ion into the cornrne r c i a l
market a s soon as practicable . consistent wi th sound and reasonable
bus ine ss practice s a n d j udgrnent. A n y exte n sion of the maximum
period of exclus ivity shall b e subject t o approval of the A gency. Upon
expira tion of the p eriod of exc1us ivi ty or any ex tension the reof ,
licenses shall be offered to all qualified a p pli c a n t s at a reasonable
royalty rate not in excess of the exclusive license royalty rate.

(c) Royalties shall not normally be in excess of accepted
trade practice. The Institution also agre e s that no royalties shall
be payable by its licensees or sublicensees with respect to any
Subject Invention in procurements for o r on behalf of the .
Government and to s o prov ide in any instnunent transferring
rights to any party in any Subject Inven tion.

(d) Th e balance o f t he r oy alty i.nc ome af t e r paymcn t; of expens e s ,
incl uding pa yments to inv entors, incid ent al to the a drn i.n i s t rati o n of
al l inventions as s i z n ed . to it pursuan t t o the provision s of t hi s
Azn:cPlc nt shall be ~ tilized tor the support .0 £ educ ation or
resellrch.

"(e) All lic enses is sue d by the I n stitution to other t han the
Cov er nmen t; of the Uni.ted SUIt e s unde r co y pat en t a p p l i c a t io n o r
p a t cn t 00 a Subj e c t I uv cn r i o n is ha l I b e mad e ex pr es sly subj e c t to the,
cond itions of this Agr e cmcn t . The Iu s t i t u tio u s h a ll , u pon r eq ue s t ,

promptly furnis h co pi es of any Li c e u s e ag r e eme u t s entered in t o by it
to the Agency. -

..... "" 4. _ _ - ""_Jo. '-4 y ~Jo. o.J _ -, __ ~ _ ~t-" -._ -- _ - M - -- Y ..
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X. Patent M a n a gement O r ga n i z a ti on s

The Institution shall not as s i gn any Subject Inventi on to parties
(other tha n the A ge ncy) ex cep t tha t it may as sign ri ghts in the
i~ve.ntion to the follo win g patent m a nagement or ganiz a t ions --

.:EI -- or any other pate n t--------------:--:---:--mana gement or gani z ation if s ubseq u ently app r ove d by the A gency.
Any reference t o an I n stitution i n t his Ag r e ement shall a l s o include
a patent m ana g ement or ganizati on whe r e a pp lic a bl e a nd an
assignm ent t o such an o rga n iza ti on shall s p e cifi c a lly be made
subject to all the terms and cond itions of this A g reement.

XI• . Report s on Develo pment and Commercial Use
..

The ;Institut io~ . s h~l l prov i de a wr i t t~n annual report to the Agen cy
on or b e f or e De cember 31s t of e ach yea r covering th e pr ec eding
year: ending 'Se p t em b e r 30th, r e g a r rling the s t atus of 'develop m e-n t and
co mnerc i al use th a t i s being wade or intended t o b e made or e ac n
Subj ect I nv en t i on l e f t for admi ni s t r at i oc to t h e I n s ti t utio n and the
steps that have b e~n t a ke n by the I n s t jtu t ion to b r i ng th e i nv en tion

. to the point of practical appl ic a t io n . . 2. / Suc h r e por ts shall incl ud e
info imatio n regard ing statu s of d ev e Lo pmen t , the d a t e of f i rst c ommer c i a l
sale or use, g ro ss ro yalties r eceiv ed by t he Institut i on, and such other
data and in f o m a t i o n 2S the Agency ma y r easonably s p ec i f y. To t he ex ten t
data or inf ormat i o n supplied pur s uant to t his section i s con s i d er ed

. by a licens e e to be privileg ed o r con f i d enti al and is s o marked, the
Agency agre e s that to the extent p~rmit ted by law it wi l l not di sclose
such information t o p ~.' ·· s o n s outside the Government.

r-- .... I'" "' __ •• _ ...... ~ _ ... ""' ... -"'~ . . ... 1<1- ... ,.; -1 L __ ..L.'-_
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XII. Inventions by Federa l E~plcye e s

Nothing . i n this Agr eemen t shall pr eclude the Covar nmcn t from obt ain i ng
gr e at er right s i n a Subjec t I nv entio n m2d~ by an inventor whi le a
~cderal employee.

XIII. Ter mina t i on

This Ag r eement may be terminated b y e i the r par t y f 6r c onv~nience upon
thirty (30). da ys wri tt e n notice . Di s positio n of r i.gh t s i ll , a nd
admini stration o f inventions made und er contr ac t s subj ect ' to this
Agree:nent will not be aff ec t ed by suc h a term i na tion; excep t that a.n
the ev ent the Gover nm ent t ermi nate s this Agr eemen t because 0 f 3

f ailure o r r efusa l b y t he I ns ti t ut i o n to compl y wi th an y of it s cb li~3tions

unde r s ection s V(a) , VI . I X, and X of this Agr e ement , the Agency has
t he right t o r equir e t hat; t he I nstitution I s enti re r i ght . t it le an d

. i nter est in and to t he partic ular invention with r es pect to wl1i ch
th e bre ach occ urr ed b e assigned t o the United Sta tes of Am er ic a, as

. represented by t he Agency.

XIV. Communications .!2,/

Reque sts for Agency a ppr ova ls , ~xtensi on s, or s im i l ar ac t ian G and oth ~r

co r r ce po nd enc e r e quir ed by thi s Agr.eement s hould be addres sed t o
) Except. where----:--------------

specifi c a ll y p r o v i ~ c d o t her wi s e in t hi s Ag r.eement , t he
or hi s d e s i gn ee sh a ll ac t as t he point of aut hority \\'i t hi n- thCA.gcncy--
to gr ant such approval s , ex tens ions , o r take such oth er Agency ac t i ons
as may b e authorized in thi s Agreement.
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IN WITNESS WHEREOF , each of the par ties hereto has executed
this Agreement as of the day and year b elow.

UNITED STATES OF AHERICA

By
Title
Date ---------~-------

(Corporate Seal)
(Institution)

By
Ti-t"71-e----
Date

CERTIFICATE

I, , c er t i fy that I am the Secretary 0 f
named 2bove ; th a t

--:,---.,----:--:-:--,--
, "IDa sign ed th i s Agr cernr.n t on b eh a l f of said Lns t i tutl on wa s then

---- of said Institution ; and that t his Agreement
wa s duly signed f or and i n b ehal f o f sai d Institution . by aut ho r i t y 0 fits
governing bod y and is wi th i n the scope of its cor porate powers.

Witnes s my hond and t he seal of s ai d cOr poration this ----------d e y o f 19

(Corpor3te Seal)

\

By -----------c-----
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CONFIRt1ATORY I NSTRUMENT

(Title of Invention)

Contr ac t ( Gr ant) No .
Institution:---------- ------------

Applic ation f or:
Invcntor(s):
Serial !lo.
}o'iling Date:

The invention identified ab ove i s a "Subject Invention" un der
(ident i f y I nsti tu t i ona l Pa r.ant; Agr e ement n umb e r)

to ,:hich c o n t r act ( gr ant ) No . wi t h
(specify Govermnent age nc y ) was s ubjec t .-----

This document i s c on f i r rn a t.o r y of t h e pa i d-i up lic en se gr an ted . to
the Gov ernment un de r thi s contr act ( g r an t) i n thi s i nv en tio n, pat ent
application an d any r esulting patent, and of all ot her right s ac quir ed
by the Goverrw cnt by the refer enc ed Agreement.*

The Cov er rm en t i.s h e r eb y grant ed a n ir r evoc able pove r to i n s pect
and make copies of the above-identifi e d p..' t en t ap plication.

Sigi:'2d this day of .' 19

~Institution)

(signature) .

.'

CEf-.l'II? ICATE

f o r and

of the In s t i t u t io n n &rued -a s Lie en so r her ein; th a t -- -- -- ····-- ·--- ---··- ..- ·-- --· --- ...- ...--

\'lho c i.g ned this License on behalf of the Ins titution is
of said Institution; and that s a i d Lic ens e was duly si~ned

."in behalf of s a i d Ins titution by a u t ho rit y of it s g ov e r ning bod y ,
and is within ·the scope o f its iorporate powers.

Signature

~ If in accordance with Section IV(a) of the Agreement, the Agency has
determined that a lic ense for state and d orae s t i c mun i c i pa l gove rnment s
Yill not be obtained, the following s ho u ld b e add ed to the Con f i r ma t o ry
Instrument:

"l11c licens e granted to the Gov er nment docs not includ e s t a t;c an d
dome stic mun i c i pa l gov e rnme n t s . "

... ... ...
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Notes for Completion of 'IPA

11 Insert n ame of agency

( 18

2/. Ln oc r t r e f e r cuc e to In stitu t i o n's official policy statements.

3/

i/

5/

8/

If any current g r ant.s ie.r c.orit r ac t .s are to be excluded from the
agreement, a statement such as th e follo wi ng s ho u l d be inserted
he r e : "This Agreement shall not a pply to the following contr Be ts ... "

.Ag e nc i e s may ",:is h to limit t h e scop e of the agr e ement to con t r ac t s
entered into a f te r th e dat e o f the Agre eme n t . In such case,

this section ';>7ould have to be revised. If such
an approach is used, consid eration should be given as to how contract
ext en s i.ons wi Ll be tr eated.

The brac keted Lan guag e may b e del et ed 1:u t no rmally it is expected
th~t I~stit~tional Pat ent Agreemen ts wi l l apply to grants as well
as contr acts.

Some ag enci e s may wi sh to include a dd i t i o n a l or alternative provi sions
co ncer n ing i n ternation al ma t t e r s i ncl uding such l anguage as they
consid er nec e s sary pursuant to'1-9.1 07-3(h)(2).

Age,nd .es ma y fine it u seful to. include mo r e d etailed in s t r uc t i on s
h.e r c on the. fOGTI.':t of t h e s c report s and the p e r s o n s to whom they
ehcul d be sup pLi ed . The ,cx,3,~t c Laus e may hav e to be. varied
acco r d i ug to the a g e ncys no rraa l c on t.r a c t; clos e-out proced ures.

If non e a r e t o b e u sed . i ns er t '· ' ~ o n e . I f

Different d at.es ruay :'8 substitut ed d e pend i ng on the Agcnc y ' s

.!.Q( Insert ap p l i.c ab l e add r e s s e s and officers.

" .

•
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4. Add a new s ection 1-9.109-7 a s f ol l ows i

ii-9.)09-7 Negotiation of Instituti onal Tatent Agr eement s

(a) Information to b e submit t ed by Institution

An institution des i r i ng to enter into an Institutional Patent

Agreement sh al l provide the agency "7~th the . fo l l owing information:

(}) .Gener al information concerning the Lns t i tution, including:

(i) A copy of it s Article s of Incorporation;

(ii) A statement of the intitution' s purpose a nd aims; . and

(iii) A s t a t emen t indicating the source of the institution's

funds;

(2) . A c opy of the institution's -e st ab l i shed patent policy,

togeth er with th e date and manne r of its adoption;

(3) The name, title, ad dres s/and telephon e numb e r of th e

officer responsible for ad:ninistration of patent and invention

matters and a description of staff~ng in this area, including all

offices ~lich contribut e to th e institution's pat ent manag ement

c apab i l i ti e s ;

(4) A description of the institution's procedures for

identifying and reporting inventions and a description 0 f th e pro-

cedures for ev aluation of such inventions for inclusion in th~

institution's promotional program;

. (5) A copy of. the agreement signed by employees engaged in
,

research and dev elopment, indicating their obligation in regard

to iriventions conceived or for the fir~t time reduc ed to practice

."' . I 1 I l-": I I Ci l H ~.. ... ~ .... .- .... :J
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(6) A copy of the invent i c n r e r,')i '

for preparation of invention repo rts;

(
20

o r outline utilized

(7) A statement whe t he r th e institution has an agreement

with <H1Y patent man agern en t o r gani.za t i.ons or c onsu l t an t s and a copy of

any such agreements;

(8) A description of the plans and intentions of the institution

to bring to the marketplace inventions to whi ch it retains title,

including a description of the efforts typically undertaken b~ the

institution to lic ense its inventions;

(9) A description of the institution's past patent applicatipn

and patent licensing activities, including the follo wing:

{i) Number of inventions reported to the instit~tion during

, each of the past five years;

(ii) Number of p a t en t applications filed d ur Lng each of the

past five years;

(iii) Number of patents obtained during each of the past

'five years;

I

(iv) Nuo b cr of exclusiv e licenses is sued during each of

the past five years ;

(v) Number of nonexclusive licenses, other th,111 tho se to

sponsoring Cov er nmen t agenc i.cs J issued d ur i rig each of the past, five

years;

(vi) Gross royalty income during each of the past five years;

(vii) A general desciiption of royalties charged, including

minimu:n and max i.mu:n royal ty r ates;

- . C" - - - - - - ...... & ~ .....
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(IO) A list of subsidiary or affiliate institutions, which

wo~ld be covered by an agreement signed by the institution;

(11) If the institution is a subsidiary or affiliate organiza-

tion, the name 0 f the other organization and a description 0 f the

relationship;

(12) The amount of Government support for research and

development activities currently being administered by the institution,

giving Government agency and breakdown;

(14) A statement of the institution's policies with respect to the

sharing of royalties ..lith empLoyee s ; and

'(15) . A description of the uses mad e of any net income generated

by the institution's patent management program.

(b) Criteria for evaluation of a technology transfer pr.9~l·::':~

Before an Institutional Patent Ag r e emen t is entered into with

an institution, the institution shall have a technology transfer

program wh i ch , as a minumum shall include:

(1) An e st eb Li.sb ed patent policy 'rlhich 1.$ consistent wi t.h the,
policy 1., l'.. §1-9,l07-3 and is administered on a continuous basis by ~n

officer or organization responsible to the institution;

(2) Agreements with employees requiring them to assign to the

i.nstitution or its designee or the Government .:lny invention conceived,

or f i r st actually reduced to practice by them in the course of or

under Govcrnnient contracts and award s or assurance that such agree-

ments are obtained prior to the. as s i gnmcn t of personnel to Govcrnment-

supported research and development projects;
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(3) Procedures for prompt invention identification and

timely disclosure to the officer or organization administering the

patent polic y of the i n s ti tution;

(4) Procedures for invention evalua t i.on: and

(5) An active and e f f ec t i ve promotion al progr am for the

licensing and marketing of inventions.
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UNIVERSITY AD HOC TASK FORCE

Minutes o f Mee t i ng - Mar c h 10, 1977

Th e meeting convened at 9:45 a.m. in Room 511 of the Na t iona l
Scienca Foundation, 1800 G Street, N.W. , Washin gton , D. C.

ERDA
Army
NSF

DOC

HEW
NSF
NASA
NBS
ONR
AF

~-~_".'<'<-~

The Chairman a s ke d for s pecific comments to the I nStitut~
Patent Ag r e emen t , and to the March lOr 19 77 memor andu-l1l
distributed by Mr. Lasken at the beginning of the meeting.

At tendee s
MeInbe r s Present

Norma n J. Latker, Chairma n
Jesse Lasken
Robert. Kemp f
Eugene Pawlikows ki
A. F. Kwitnieski
Thomas Kundert for Ma rti n Postma n

Exe c u t i v e Secretary Present
o. A. Ne umann

Members Absent
Robert Poteat
LTC H. M. Hougen
John Raubitschek

--- - --

Following a discussion of Mr . Lasken's work p roduc t, it wa s
agreed that Mr. Latke r would make a va i lab le t o the Subcornmittee
on Intellectual Property the r evise d I PA, and wo u l d s u gg e s t )
the revising of the FP R if the revisions t o t h e IPA are a do p t e d.

The Task Force also agreed that a cOPY ' ,Of the, corn..me rrt s r eceiV1'd" ,,'
by GSA together wi th the disposition and ra t iona le t here f o r
would be pre pared and made a vailable to GSA when the proposed
amendment to the FPR r elatin g to the I PA is s u bmi t t e d f o r
issuance. /

- ----- - -.-/'

Mr . Ne umann note d Mr . Lukasik' s request to cor rec t t he mi n u te s
of the February 4, 1977 me eting o f the Subcormni ttee by a dding
h i s stat e d opp o s it i o n at t ha t mee t i ng t o the co nt i nue d wo r k



Un i v e r s i ty Ad Ho c Tas k Forc e
Mi nu t e s o f Mee t i n g - Mar ch 10, 1977
-2-

on the IPA. Thi s stat ement is i n t e nded to pro v i de the
correction.

Th e meeting adjourned a t 1 1 ; 4 5 a . m.

. ..
..... /

t·! .--;'.l:l-l' L " >!:;" ,( ' ~ ·7- -...J
o . A . Ne uma n n
Executive Secr etary

cc : Fra nk Lukasik


