
EXECUTIVE ORDER NO. 12591
THE WHITE HOUSE

Office of the Press Secretary
(Los Angeles, California)

For Immediate Release

EXECUTIVE ORDER

April 10, 1987

FACILITATING ACCESS TO SCIENCE AND TECHNOLOGY

By the authority vested in me as President by the
Constitution and laws of the United States of America,
including the Federal Technology Transfer Act of 1986 (Public
Law 99-502), the Trademark Clarification Act of 1984 (Public
Law 98-620), and the University and Small Business Patent
Procedure Act of 1980 (Public Law 96-517), and in order to
ensure that Federal agencies and laboratories assist univer
sities and the private sector in broadening our technology
base by moving new knowledge from the research laboratory into
the development of new products and processes, it is hereby
ordered as follows:

Section 1. Transfer of Federally Funded Technology.

(a) The head of each Executive department and agency, to
the extent permitted by law, shall encourage and facilitate
collaboration among Federal laboratories, State and local
governments, universities, and the private sector, particu
larly small business, in order to assist in the transfer of
technology to the marketplace.

(b) The head of each Executive department and agency
shall, within overall funding allocations and to the extent
permitted by law:

(1) delegate authority to its government-owned,
government-operated Federal laboratories:

(A) to enter into cooperative research and
development agreements with other Federal
laboratories, State and local governments,
universities, and the private sector; and

(B) to license, assign, or waive rights to
intellectual property developed by the laboratory
eLther under such cooperative research or
development agreements and from within individual
laboratories.

(2) identify and encourage persons to act as conduits
between and among Federal laboratories, universities,
and the private sector ~or the transfer of technology
developed from federally funded research and developmp

efforts;

~aoora~orles, ~tate ana local governments,
universities, and the private sector; and

(B) to license, assign, or waive rights to
intellectual property developed by the laboratory
eLther under such cooperative research or
development agreements and from within individual
laboratories.

(2) identify and encourage persons to act as conduits
between and among Federal laboratories, universities,
and the private sector ~or the transfer of technology
developed from federally funded research and developmp

efforts;

(3) ensure that State and local governments,
universities, and the private sector are pT'
information on the technology, expertise
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federally funded research by granting to all contractors,
regardless of size, the title to patents made in whole or
in part with Federal funds, in exchange for royalty-free
use by or on behalf of the government;

(5) implement, as expeditiously as practicable, royalty
sharing programs with inventors who were employees of the
agency at the time their inventions were made, and cash
award programs; and

(6) cooperate, under policy guidance provided by the
Office of Federal Procurement Policy, with the heads of
other affected departments and agencies in the develop
ment of a uniform policy permitting Federal contractors
to retain rights to software, engineering drawings, and
other technical data generated by Federal grants and
contracts, in exchange for royalty-free use by or on
behalf of the government.

Sec. 2. Establishment of the Technology Share Program.
The Secretaries of Agriculture, Commerce, Energy, and Health
and Human Services and the Administrator of the National
Aeronautics and Space Administration shall select one or more
of their Federal laboratories to participate in the Technology
Share Program. Consistent with its mission and policies and
within its overall funding allocation in any year, each
Federal laboratory so selected shall:

(a) Identify areas of research and technology of
potential importance to long-term national economic
competitiveness and in which the laboratory possesses special
competence and/or unique facilities;

(b) Establish a mechanism through which the laboratory
performs research in areas identified in Section 2(a) as a
participant of a consortium composed of United States
industries and universities. All consortia so established
shall have, at a minimum, three individual companies that
conduct the majority of their business in the United States;
and

(c) Limit its participation in any consortium so
established to the use of laboratory personnel and facilities.
However, each laboratory may also provide financial support
generally not to exceed 25 percent of the total budget for the
activities of the consortium. Such financial support by any
laboratory in all such consortia shall be limited to a maximum
of $5 million per annum.

Sec. 3. Technology Exchange -- Scientists and Engineers.
The Executive Director of the President's Commission on
Executive Exchange shall assist Federal agencies, where appro
priate, by developing and implementing an exchange program
whereby scientists and engineers in the private sector may
take temporary assignments in Federal laboratories, and
scientists and engineers in Federal laboratories may take
temporary assignments in the private sector.
O;::; "' ... ,;u." ...... "' ..<:; .... L.U L.He::: u::;e::: Ul. J.<:UJU.Ld. C-U.LY pt::lrsonneJ. ana I:ac~J.~t~es.

However, each laboratory may also provide financial support
generally not to exceed 25 percent of the total budget for the
activities of the consortium. Such financial support by any
laboratory in all such consortia shall be limited to a maximum
of $5 million per annum.

Sec. 3. Technology Exchange -- Scientists and Engineers.
The Executive Director of the President's Commission on
Executive Exchange shall assist Federal agencies, where appro
priate, by developing and implementing an exchange program
whereby scientists and engineers in the private sector may
take temporary assignments in Federal laboratories, and
scientists and engineers in Federal laboratories may take
temporary assignments in the private sector.

~ Sec. 4. International Science and Technolo9a. In order
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have policies \
property \

(1) to whether such foreign companies or governments- --- \
permit and encourage United States agencies, organiza
tions, or persons to enter into cooperative research and
development agreements and licensing arrangements on a
comparable basis;

(2) to whether those foreign governments
to protect the United States intellectual
rights; and

(3) where cooperative research will involve data,
technologies, or products subject to national security
export controls under the laws of the United States, to
whether those foreign governments have adopted adequate
measures to prevent the transfer of strategic technology
to destinations prohibited under such national security
export controls, either through participation in the
Coordinating Committee for Multilateral Export Controls
(COCOM) or through other international agreements to
which the United States and such foreign governments are
signatories.

(b) The Secretary of State shall develop a recruitment
policy that encourages scientists and engineers from other
Federal agencies, academic institutions, and industry to apply
for assignments in embassies of the United States; and

(c) The Secretaries of State and Commerce and the
Director of the National Science Foundation shall develop a
central mechanism for the prompt and efficient dissemination
of science and technology information developed abroad to
users in Federal laboratories, academic institutions, and the
private sector on a fee-for-service basis.

Sec. 5. Technology Transfer from the Department of
Defense. Within 6 months of the date of this Order, the
Secretary of Defense shall identify a list of funded
technologies that would be potentially useful to United States
industries and universities. The Secretary shall then
accelerate efforts to make these technologies more readily
available to United States industries and universities.

Sec. 6. Basic Science and Technology Centers. The head
of each Executive department and agency shall examine the
potential for including the establishment of university
research centers in engineering, science, or technology in the
strategy and planning for any future research and development
programs. Such university centers shall be jointly funded by
the Federal Government, the private sector, and, where appro
priate, the States and shall focus on areas of fundamental
research and" technology that are both scientifically promising
and have the potential to contribute to the Nation's long-term
economic competitiveness.

Sec. 7. Reporting Requirements. (a) within 1 year from
the date of this Order, the Director of the Office of Science
and Technology Policy shall convene an interagency task force
comprised of the heads of representative agencies and the
directors of representative Federa l laboratories, or their
1:'- .... (".. .... -- ..... _-- .. v .... .. .H. ~ ... \,,4""" ..... .u.~ \-.lj,'C c~\-O'J,J.. ..L,;;,lUUC1! .... V.L UJ.l~V~L::).l.l:.y

research centers in engineering, science, or technology in the
strategy and planning for any future research and development
programs. Such university centers shall be jointly funded by
the Federal Government, the private sector, and, where appro
priate, the States and shall focus on areas of fundamental
research and- technology that are both scientifically promising
and have the potential to contribute to the Nation's long-term
economic competitiveness.

Sec. 7. Reporting Requirements. (a) within 1 year from
the date of this Order, the Director of the Office of Sc ience
and Technology Policy shall convene an interagency task force
comprised of the heads of representative agencies and the
directors of representative Federa l l aboratories, or their
designees, in o r d e r to identify and disseminate creative
approaches to technology transfer from Federal laboratories.
The task force will report to the President on the progress
of .:Inn nrnhl~m.:z wit-h t-c"'""'nln...." ~ ...~",a~o.,. ~ ...n ... 1:' ...... ..:1 ...... ... .. ,
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(b) Specifically, the report shall include:

(1) a listing of current technology transfer programs
and an assessment of the effectiveness of these programs;

(2) identification of new or creative approaches to
technology transfer that might serve as model programs
for Federal laboratories;

(3) criteria to assess the effectiveness and impact on
the Nation's economy of planned or future technology
transfer efforts; and

(4) a compilation and assessment of the Technology Share
Program established in Section 2 and, where appropriate,
related cooperative research and development venture
programs.

Sec. 8. Relation to Existing Law. Nothing in this Order
shall affect the continued applicability of any existing laws
or regulations relating to the transfer of United States tech
nology to other nations. The head of any Executive department
or agency may exclude from consideration, under this Order,
any technology that would be, if transferred, detrimental to
the interests of national security.

RONALD REAGAN

THE WHITE HOUSE,
April 10, 1987.

# # # #



THE WHITE HOUSE

Office of the Press Secretary
(Los Angeles, California)

For Immediate Release

FACT SHEET

April 10, 1987

"Facilitating Access to Science and Technology"

The Executive Order on Facilitating Access to Science and
Technology initiates a number of steps designed to promote
cooperation between the Federal Government, State and local
governments, industry and academia in cooperative research and
the commercialization of research. These steps will:

1. Direct Federal departments and agencies to improve the
transfer of federally developed technology and technical
information to the marketplace by:

encouraging Federal laboratories to collaborate
with State and local governments, universities and
business, particularly small business, through
cooperative research and development agreements;

licens ing intellectual property developed through
the cooperative research and development agreements
or by individual Federal laboratories;

encouraging "science entrepreneurs" to act as
conduits between Federal laboratories, universities,
and the private sector;

implementing royalty-sharing programs for Federal
inventors; and

developing a uniform Federal policy permitting
Federal contractors to retain rights to software,
engineering drawings, and other federally generated
technical data, in e xchange for royalty-free use by
the government.

2. Direct the Secretaries of Agriculture, Commerce, Energy,
and Health and Human Services and the Administrator of
the National Aeronautics and Space Administration to
select one or mo r e of their laboratories to participate
in the "Technology Share Program," involving multi-year
joint basic and 'applied research with consortia of U.S.
firms and universities.

3. Direct the President's Commission on Executive Exchange
to assist Federal agencies in developing and implementing
an exchange program whereby scientists and engineers in
the private sector may take temporary assignments in
Federal laboratories and scientists and engineers in
Federal laboratories may take temporary assignments in
i-.hp nr; U .",i-~ c:::~roi-r","

2. Direct the Secretaries of Agriculture, Commerce, Energy,
and Health and Human Services and the Administrator of
the National Aeronautics and Space Administration to
select one or mo r e o f their laboratories to participate
in the "Technology Share Program," involving multi-year
joint basic and'applied research with consortia of u.S.
firms and universities.

3. Direct the President's Commission on Executive Exchange
to assist Federal agencies in developing and implementl ng
an exchange program whereby scientists and engineers in
the private sector may take temporary assignments in
Federal laboratories and scientists and engineers in
Federal laboratories may take temporary assignments in
the private sector.

4. Direct:
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United States Trade Representative to whether the
country: offers comparable research and development
and licensing opportunities for U.S. nationals and
companies and protects U.S. intellectual property
rights;

b. the Secretary of State to develop a recruitment
policy encouraging scientists and engineers from
across the Federal Government, academia, and
industry to serve in U.S. embassy assignments
abroad; and

c. the Secretaries of State and Commerce and the
Director of the National Science Foundation
to develop a central mechanism for the prompt and
efficient dissemination of science and technology
information developed abroad to users in Federal
laboratories, academic institutions, and the private
sector on a fee-for-service basis.

5. Direct the Secretary of Defense to identify within
6 months a list of funded technologies that would be
potentially useful to U.S. industries and universities
and to then accelerate efforts to make t he s e technologies
more readily available.

6. Direct Federal agencies t o e xamine the potential for
including the establishment of university-based research
centers in engineering, science, or technology in the
strategy and planning for any future R&D programs. Such
centers would be jointly funded by the Federal Govern
ment, the private sector, and, where appropriate, the
States and would focus on areas of fundamental research
and technology that are both scientifically promising and
have the potential to contr ibute t o t he nation's
long-term economic competitiveness.

7. Direct the Director of the Office of Science and
Technology Policy to convene within 1 year an interagency
task force of Federal research agencies and their
laboratories to assess the progress in transferring
technologies f r om Federal laboratories and to develop and
disseminate additional creative approaches to technol ogy
transfer.

The President's intention to issue an Executive o rder was
announced in January a s part of his 43-point Competitiveness
Initiative.

# # #

The President's intention to issue an Executive order was
announced in January as part of his 43-point Competitiveness
Initiative.

# # #



THE WHITE HOUSE

Office of the Press Secretary
(Los Angeles, California)

For Immediate Release

STATEMENT BY THE PRESIDENT

April 10, 1987

I believe a vigorous science and technology enterprise
involving the private sector is essential to our economic
and national security as we approach the 21st century.
Accordingly, I have today issued an Executive Order
"Facilitating Access to Science and Technology."

It is important not only to ensure that we maintain American
preeminence in generating new knowledge and know-how in
advanced technologies, but also that we encourage the swiftest
possible transfer of federally developed science and tech
nology to the private sector. All of the provisions of this
Executive order are designed to keep the United States on the
leading edge of international competition.

# # #
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OFReE OF MAHAGEMEHT AND
BUDGET

Off'ice 01 FederaJ Procurement Policy

CIrcular No. A-12., Patents-Small
F1:Tns andNon-¥roflt Organtzatlons

AGEHCr. Office of Federal Procurement
Policy,OMB.
AC'11ON:: Notice.

IUIftIAIn": This Circ-.J1ar. issued
pursuant to the authority contained in
Pub. L. 96-517, .eta forth policies,
procedures and a standard cla~ for
executive branch agency use WIth
regard to inventions made by small
business fi.rna and non-profi t
organizations and universities under
funding agreementa (contracts, ~ants
and cooperative agreements) with .
Federal agencies where a purpose II to
perform experimental. developmental
and research work. This supersedes
OMB Bulletin No. 81-22 and reflects
public commenta received on OMB
Bulletin No. 81-22 (46 FR 3041i'6, July 2
1981).
IFRCTM! DATI: March 1. 1982.
fIiOf'~ IMFORIiL\T1ON COtCTACT:
Mr. Fred H. Dietrich. Anodate
Administrator, Offica of Federal
Procurement Policy, n6 Jackson Place.
NW~ Washington. D.C. 20503. (202) 395-
6810. _ . _ . .
IUPPUMEHTMrY JMIONtATION: This
Cl.rcu1.ar i. a revision of OMB Bulletin
No. 81-22 which was issued on July 1.
1981. accompanied by a Nqlie&t for

p~blic-~~t;·~{;ed·~~OMB-
Bulletin No. 81-22 (46 FR 3041i'6, July 2
1981).
IFRCTM! DATI: March 1. 1982.
fIiOf'~ IMFORIiL\T1ON COtCTACT:
Mr. Fred H. Dietrich. Anodate
Administrator, Offica of Federal
Procurement Policy, n6 Jackson Place.
NW~ Washington. D.C. 20503. (202) 395-
6810. _ . _ . .

IUPPUMEHTMrY JMIONtATION: This
Cl.rcu1.ar i. a revision of OMB Bulletin
No. 8'1-22 which was issued on July 1.
1981. accompanied by a Nqlie&t for

commenta from the public and Federal
agencies. Approximately 138 comments
were received from individuals,
universities. nonprofit organizations,
industrial concern•• and Federal
agencies.

Copies of all the comments are
available on record at OFPP. A
compilation of summaries of the
comments organized by Bulletin section
along with a rationale for their
disposition can be obtained by writins
to: Fred Dietrich, address as abcve.

The Bulletin has been reformated for
easier reading and simplified reference
to ita provisions. For example. the
standard clause has been moved from
the body of the Circular to Attachment
A. Instructions and policies on the use of
the standard clause have been
consolidated in Part 7. Inatructiona for
modification or tailoring of the clause
have been consolidated in Part 8. Other
general policies relating to the clause or
the Act have been treated in separate
pam. Some of the more significant
changes that Were made u a ra.ult of
the commenta are discu.ued below.

.Explanations are wo given at to why
certain commenta were not adopted.

L Comme!its Relating to Po&y aDd
Sco,pe Sec:tiaaa

A. Subcontracts

A number of commentJ Indicated that
more clarification on the application of
the Circular to IU~tlQtracta was
needed. Revision.s were made in Part 5
and Part 7c. to address~ concern.

parts, ~me 01 tJ1e more SigniJicant
changes that Were made u a ra.ult of
the commenta are discussed below.
Explanations are wo given at to why
certain commenta were not adopted.

L Comme!its Relating to Po&y aDd
Sco,pe Sec:tiaaa

A. Subcontroet8

A number of commentJ Indicated that
more clarification on the application of
the Circular to IU~tlQtracta was
needed. Revision.s were made in Part 5
and Part 7c. to addreu~ concern.

B. Limitation to Funding Agreements
Performed in the United States

There were also a large number of
comments questioning the limit ation of
the Bulletin to funding agreemen ts
performed in the United States. The
Circular has been revised to eliminate
anv distinctions based on where the
fuIiding agreement is performed.
However. the definition of "nonprofit
organization" at 35 U.S.C. 201 has been
interpreted to cover only domes;ic..
nonprofit organizations. The denm?on
of "small bus iness" in SBA regulations
which are referenced in the Act
excludes fore ign business. A strong
argument can be made that the Congress
did sot include foreign nonprofits. For
example, tha t part of the statutory
definition referencing organiza tions

."qualified under a Slate nonprofit
organization statute" clearly is limited
to U.S. organizations. Similarly. that part
of the definition referencing Section 501
of the Tax Code manifest an intention to
cover u.s. based organizations. since
foreign corporations are not subject to
u.s. tax except if they are doing
bl18iness in die United States.

C. Inventi0n8 Made Prior to July 1. 1981

Part 5 of the Circular was revised, as
auggested by commentors, to encoura~e

agencie. to treat inventions made unaer
fundins agreements predating the Act in
• manner similar to inventions under the-

- -- - -- _.
~v'; U.s: ~sed organizations. since
foreign corporations are not subject to
u.s. tax except if they are doing
business in die United States.

C. loventioa« Made Prior to July 1. 1981

Part 5 of the Circular was revised. as
auggested by commentors, to encoura~e

agencie. to treat inventions made unaer
fundins agreements predating the Act in
a manner similar to Inventions under the-
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have been made as a result of the
comments.

Several agencies felt the procedures
were too formal and cumbersome. Some
universities were also concerned that
there did not appear to be a way for an
agency to reject a march-in without
going into a full-blown prosedure. To
address these concerns Part 13.b. was
added to provide for an informal and
rapid agency decision making process as
to whether or not to begin a more formal
proceeding. Part 13.h. was also added to
make clear that an agency could
discontinue a proceeding at any time it
ia a4tiafled thatmarch-In is not
warranted. This emphasizes that march
in is strictly a matter for agency
discretion. Even though an agency may
begin march-in because of the
complaints of a third-party. that third
party does not have standing and cannot
insist on either the initiation or
continuation of a march-in proceeding.

A number of universities asked that
time limit. be placed on the duration of
a march-in proceeding. It is not believed
to be practical to place an overall time
limit on a march-in proceeding.
particularly since delay. in fact-finding
might be the result of contractor
requests for delays. However. Part 13.b.
include. a procedure for informal
agency decistcn-maklng, a. noted
above. with specified time restraints. In
addition. Part 13.g.places a 90 day time
limit on the issuance of a determination
after fact-finding is completed.

Several universities also
recommended that march-in .
determinations be appealable to the
lead agency. However. this
recommendation was not adopted. It is
believed the procedures established will
ensure that march-in. are only exercised
after careful consideration. Contractors
may also appeal any arbitrary decisioa.
or those -not conducted in accordance
with proper procedures to the courts.

Part 13.j. was added to clarify the
relationship of the procedures of the
Contract Disputes Act to the march-in
procedures of Part 13 c.-g. to the extent
a determination to march-in is
considered a contract dispute.

Several universities also
recommended that march-in proceedings
be closed to the public where
confidential information might be
disclosed. Language has been included
in Part 13.e. to require this, The
Information on utilization obtained al
part of a march-in is cons i \ ered within
the scope of the utilization information
which agencies are required to obtain
the right to under 35 U.S.C. 202(c)(5). and
the same statutory exclus ion from
disclosure i. applicable to it. It can also
be expected that the same information

recommended that march-in proceedings
be closed to the public where
confidential Information might be
disclosed. Language has been included
in Part 13.e. to require this, The
Information on utilization obtained 81
part of a march-in is consi \ ered within
the scope of the utilization information
which agencies are required to obtain
the right to under 35 U.S.C. 202(c)(5). and
the same statutory exclusion from
disclosure i. applicable to it. It can also
be expected that the same information

would be trade-secret information
exempt from public disclosure.

/. Appeals
As a result of a number of comments,

it was determined that the appeals
provisions of Part 5.g. of the Bulletin did
not address the full scope of appealable
decisions and that particularly in
forfeiture case. more detailed
procedures should be followed. Part 14
has been revised accordingly. However.
other recommendations to allow appeal
to the lead agency were not adopted
since a number of agencies were
concerned that this wouldinterfere with
their prerogratives.

Since it i. anticipated that in contract
situations a number of these actions
would be subject to the Contract
Disputea Act. language was added to
Part 14 to expressly acknowledge that
procedures under that Act would fully
comply with the requirements
established in Part 14.

K. Multiple Sources ofAgency Support
One university suggested that there

was a need for additional guidance in
case. when a subject invention can be
attributed to more than one agency
funding agreement. To address this
concern Part 16c. was added to require
agencies to select one agency to
administer a given subject invention
when there have been multiple agencies
providing support. It is intended that
only tha t agency could then exercise
march-in or take other actions under the
clause. It would be a matter between the
agencies as to how any actions of the
selected agency would be coordinated
with the others.

L Lead Agency

Bulletin 81-22 noted that the lead
agency concept was under discussion
and solicited comments on this matter.
The Department of Commerce has been
selected as the new lead agency based
on its prior experience and wide ranging
interest in technology transfer.
productivity. innovation and
Govenunentpatent policy. The lead
agency will. among other ass ignments.
review agency implementing
regulations; disseminate and collect
information: monitor administrative or
compliance measures; evaluate the Pub.
I.. 9&-517's implementation: and
recommend appropriate changes to
OMB/OFPP.

M. Optional Clause Language at Section
Sb(1)(vl} of the Bulletin

The most commented upon a-spect of
the Bulletin was the optional reporting
language authorized by Part 5.b.(1)(vi).
Approximately 70 c0!M1ents were"

llJl;;'YI.Il; .... a.e,;,u....' ~l-'l'C",U.U:;;U,u,u~

regulations; disseminate and collect
information: monitor administrative or
compliance measures; evaluate the Pub.
I.. 9&-517's implementation: and
recommend appropriate changes to
OMB/OFPP.

M. Optional Clause Language at Section
Sb(1)(vi} of the Bulletin

The most commented upon a-spect of
the Bulletin was the optional reporting
language authorized by Part 5.b.(1)(vi).
Approximately 70 co!M1ents were "

received from universities and nonprofit
organizations objecting to its use. The
premise. underlying the rationale for the
optional language was brought in
question by a numberof commentors.
Many others made the point that the use
of the clause would undermine their
licensing efforts. result in nonreporting
of inventions by inventors. and would
generally be counterproductive. Byway
of contrast no agency provided any
rationale for the need for these '
provi sions.

In view of the comments and lack of
any established need for the optional
language. Part 5b(l)(vi) of the Bulletin
has been eliminated from the final
Circular. As will be discussed. below.
some changes have been made to
paragraph Co of the standard clause of
Attachment A of the Circular that rela te
to the issues raised by the optional
language.

O. Comments on Standard Patent Rights
Clause

A. Paragraph b.-License to State and
Local Governments

One agency suggested that the right to
license state and local governments be
made part of the standard rights of the
Government, This. however. has not
been done since the granting of license.
to state and local governments is not
consistent with Pub. I.. 9&-517. That
statute defines the Govenunent's license
rights. and' any expansion of these
rights. would have to be justified under
the "exceptional circumstances"
language of 35 U.S.c. 202 on a case-by
case basis. It is not anticipated that the
taking of such rights would ordinarily be
consistent with the policy and
objectives of the Act since such license.
have acted as a disincentive to general
commercialization. Thus . while
appearing to be useful to state and local
govenunents such licenses have actually
acted to their disadvantage to the extent
they have precluded private

.development of inventions useful to
state and local governments.

B. Paragraph c.-Reporting. Election.
and Disclosure

There were a number of comments on
various aspects of paragraph Co As a
result some changes have been made. In
general. these changes were des igned to
provide a reasonable accommodation to
the interests of several agencies in
obtaining early knowledge of inventions
and to tninimize the possibility of
statutory bars being created in
situations where the agency might wish
to seek patents if the contractor does
not elect rights. Thus. the reporting

and Disclosure

There were a number of comments on
various aspects of paragraph Co As a
result some changes have been made. In
general. these changes were designed to
provide a reasonable accommodation to
the interests of several agencies in
obtaining early knowledge of inventions
and to tninimize the possibility of
statutory bars being created in
situations where the agency might wish
to seek patents if the contractor does
not elect rights. Thus . the reporting
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implementation of 35 U.S.C. 200-206 so
as to foster the policy and objectives set
forth in 35 U.S.C. 200.

6. Definitions. As used in this
Circular- .

a. The term "funding agreemeDit"
means any contract. grant, or
cooperative agreement entered into
between any Federal agency, other thaa
the Tennessee valley Authority. and any
contractor for the perfocnance of
experimental. developmental. or
research work funded in whole or in
part by the Federal G4vernment. Such
term includes any assignment,
substitution ofparties.or subcontract of
any type entered into for the .
performance of experimental.
developmental. or research woU under
a funding agreement, as herein defined.

b. The term "contractor" meam any
person. small businesa finn or nonprofit
organization that is a PlUty to a funding
agreement.

c. The term "invention" means any
1nvention or discovery which is or may
be patentable or otherwise prote.ctable
under Title 3S of the United States Code,

d. The term "subject invention" means
any invention of a contractor conceived
or first actually reduced to practice in
the performance of work under a
funding agreement.

e. The term "practical application"
means to manufacture in the case of a
composition or product. to practice in
the case of a process or method. or to
operate in the case of a machine or
system: and, in each case. under such
conditions as to establish that the
invention is being utilized and that its
benefits are. to the extent permitted by
law or Government regulations.
available to the public on reasonable
terms.

f. The term "made" when used in
relation to any invention means the
conception or first actual reduction to
practice of such invention.

g. The term "small business firm"
means a small business concern as
defined at section 2 of Pub. L 85-036 (15
U.S.C. 632) and implementing
regulations of the Administrator of the
Small Business Administration. For the
purpose of this Circular, the size
standards for small business concema
involved in Government procurement
and subcontracting at 13 CFR 121.~

and 121.3-12. respectively, will be used.
h. The term "nonprofit organization"

means universities and other ~titutiGB8
of higher education or an organization of
the type described in section 501(c) (3)
of the Internal Revenue Code of 1954 (.28
U.S.C. 501(c)) and exempt from taxation
under section 501(a) of the Internal
Revenue Code (26 U.S.c. 501(a)) or any
nonprofit scientific or educational

organization qualified under a state
nonprofit organization statute.

7. Use of the Patent Righu (Small
Business Firm or Noaprofi:
Organization) (Marcb 1982) Clause.

a. Each funding agreement awarded to
a small business firm or domestic
nonprofit organization which has as a
purpose the performance of
experimental, development or research
work shall contain the "Patent Rights
(Small Business rU'ID or Nonprofit
Organization) (March 1982)" clause set
forth in Attachment A with such •
modifications and tailoring as may be
authorised in Part 8. except that the
funding agreement may contain
alternative provisions-

(1) When the funciin8 agreemem is for
the operation af a Oovemment-owned
research or production facility, or

(2) In exceptional circumstances wheft
it is determined by the agency that
restriction or eHminstiml of the right ~
retain title to any subject invention wiB
better promote the policy and objectives
of Chapter 38 of Title 35 of the United
States Cede; or

(3) When it is de'le:rmioed by.
Oovemmeat authol'ity which ia
authorized by statlJte or executive order
to conduct foreign intelligence OS"

counterintelligence activities that the
restriction or elimination of the right to
retain title to any subject invention is
necessary to protect the aecm:ity of such
activities,

b. (1) Any detenninatinnllIlrler Part
7.a.(2) of this Circular will be in writing
and accmnpanied by a written
statement of facts justifying the
determination. The statement of £ada
will contain such information as the
funding Federal agency deems wennt
and. at minimum, will [i] identify the
small business firm, or nonprofit
organizatkm invalveci (ii) describe the
extent to which agency action restricted
or eliminated the right to retain title to a
subject invention. (ill) state the facts
and rationale supporting the agelJCY
action. (iv) provide supporting
documentation for those facts and
rationale. and (v) indicate the nature ot
any objections to the agency action and
provide any documentation in which
those objections appear. A copy of the
each such determinatioa and written
statement of facts will be !e1rt to the
Comptroller GeIreral of the United
States within 30 days after theaward of
the applicable funding agreement, In
cases of determinatiOBl!l application te
small btminess firma. copies will also be .
sent to the Chief Coaneel fur Advucaq
of the Small Business Administration.

(2) To assist the Comptroller General
to accomplish his or her respoa:sibilities
under 35 U.S.C. 2tJ2. each Fedeml

agency taa.t eniIlra iJlto aDy~
agreemeD with oouprofit organi.'zatiau
or small busi.ueu firms during \be
applicable repOl"tio8 period &hall
accum1l1ate aDd. at the request of tae
ComptroUe.r GeISel"lll pnnoide the
Comptroller Generai or ha or her duly
authorized repreaenati.-e the toea.I
number of prime agreemeItts stered
into wirll small 'Daieess firma CD' •
nonprofit organi:atilme that contain tile
patent right. clause of Attachment Pi
during eacll period of October 1 through
September 30, begiaeins October 1.
1982.

c. (1) AseDcies are adWed tlaatPwt
7.a. appLin to subcuntracu at any ti2f'
under prime hmding agreemenbl witIl
contractors that are other thaa small
buainess firms fX lI!ClOJll:Ofrt
organ.izatiODS. &c:ordingfy. ~"""""lQe:S..,;..'...
should take appropriate actiall to eDSute

that this requirement is reflected in tbe
patent clauses of such prime hmdiDg
agreements awarded after !datd11,
1~

(2) In the e"I"eBt IHl lIg'e11CY hM
outstanding prime fu:n.di:ng agreemeuts
that do not coutam plftcnt flow-dowD
prcvisieos COft!ietent with eithe!' tma
Clrcular or OMB BunetiR 81-202 (if it wa
applicable at the time the funding
agreement Wl!'S awarded), the agency
shall take appropriate action to ensure
that small busiftess firms or domestic
nonprofit organization subQJntractors
under such prime funding agreements
that received their mbcontrads after
July 1. 1981. will~ ri:ghta ill their
subject invention.s that are consistent
with Pub. L. 96-517 and this CirclUar.
Appropriaie adiOOl might include (i)
amendment of prime con tracts and/or
subcontracts; (til requiring th.e inclwtinn
of the clause of Attachmeni A as a
condition of agency approval of a
subcontract; or (iii) the granting of titie
to the subcontractor to identified subject
inventious 00 te:rms subllta.atially the
same as contained in the clause of
Attachment A i.rl the event the
subcontract conWns a "deferred
determination" or "acquisition by the
Gov-e::nment" type of patent rights
clause,

d. Te qoalify far !he cla.e ei
Attachment A.. a prospective cmtractlX
may be required by an agency to certify
tha t it is either a small business fum or
a domestic 00Dp'Qfrt Ol"ganizatiOll..lf tl!e
agency has res90Il to questioa the stata
of the proapectrre cODtraetsr as a small
busines:a firm cr dcmestic Ilouplofit
organizatias. it may me a protest in
accordaace 'Iri1h 13 CPR. 1.21.3-5 if small
businesa fifm ItlltUa is questiaaed or
require the prospective contractor to

------_._---_._-----------------_._---------------------
}'1o,LI..tJv...t; VI. ULl.~ .....,J..1. t..#u..la.1, Ulll; ,;,u:.c

standards for small business concema
involved in Government procurement
and subcontracting at 13 CFR 121.~

and 121.3-12. respectively, will be used.
h. The term "nonprofit organization"

means universities and other ~titutiGB8
of higher education or an organization of
the type described in section 501(c) (3)
of the Internal Revenue CArleof 1954 (.28
U.S.C. 501(c)) and exempt from taxation
under section 501(a) of the Internal
Revenue Code (26 U.S.c. 501(a)) or any
nonprofit scientific or educational

}J1UVU.1C Cl.UJ' UU\,OUJ.U.C.L1La.U.UU 111 w,wL.i.J.l

those objections appear. A copy of the
each such determinatioa and written
statement of facts will be !e1rt to the
Comptroller GeIreral of the United
States within 30 days after theaward of
the applicable funding agreement, In
cases of determinatiOBl!l application te
small btminess firma. copies will also be .
sent to the Chief Coaneel fur Advucaq
of the Small Business Administration.

(2) To assist the Comptroller General
to accomplish his or her respoa:sibilities
under 35 U.S.C. 2tJ2. each Fedeml

clause,
d. Te qoalify far !he cla.e ei

Attachment A.. a prospective cmtractlX
may be required by an agency to certify
tha t it is either a small business fum or
a domestic 00Dp'Qfrt Ol"ganizatiOll..lf tl!e
agency has res90Il to questioa the stata
of the proapectrre cODtraetsr as a small
busines:a firm cr dcmestic Ilouplofit
organizatias. it may me a protest in
accordaace 'Iri1h 13 CPR. 1.21.3-5 if small
businesa fifm ItlltUa is questiaaed or
require the prospective contractor to

------_._---_._-----------------_._---------------------
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In 35 U.S.C. 205 in circumstances DOt
specifically described in this Part 9.

10.Repcrting on Uti1i~tiOlJ ofSuJij«;4
Inventions.

a. Paragraph h. of theclause of
Attachment A provides that agendu
have the right to receive periodic repona
from the contractor on utilization of
inventions. In accordance with such
instructions as may be Isaued by the
Department of Commerce. agencies
shall obtain such information from theiz
contractors. Pending such Instructions,
agencies should not impose reporting
requirements. The Department of
Commerce and theagencies. in
conjunction with representatives of
small business and nonprofit
organizations. shall work together to
establish a uniform periodic reporting
system.

b. To the extent any such data 01'
Information supplied by the contractor is
considered by the contractor. or its
licensee or assignee. to be privileged
and confidential and is so marked.
agencies shall not. to the extent
permitted by 35 U.S.C. 202(c)(5), disclose
such information to persons outside the
Government.

11. Retention ofRights by Inventor..
Agencies which allow an inventor to
retain rights to a subject invention made
under a funding agreement with a small
business firm or nonprofit organization
contractor. as authorized by 35 U.S.c.
202(d), will impose upon the inventor at
least those conditions that would apply
to a small business firm contractor
under paragraphs d. (ti) and (iii); f.(4)o h.;
i.; and [, of the clause of Attachment A.

12. Government Assignment to
Contractor ofRights in Invention of
Government Employee. In any case
when a Federal employee is a co
inventor of any invention made under a
funding agreement with a small business
firm or nonprofit organization and the
Federal agency employing such co
inventor transfers or reassigns the right
it has acquired in the subject invention
from its employee to the contractor lUI

authorized by 35 U.s.c. 202(e). the
assignment will be made subject to ilie
same conditions as would apply to the
contractor under the clause of
Attachment A.

13. Exercise ofMarch-in Right&
a. The following procedures shaH

govern the exercise of the march-in
rights of the agencies set Icrth in 3S
U.S.C. 203 and the clause at Attachment
A.

b. Whenever an agency receives
information that it believes might
warrant the exercise of march-in righ~.

before initiating any march-in
proceeding in accordance with the
procedures of Part 13.c.-h. below, it ahall

Attachment A.
13. Exercise ofMarch-in Right&
a. The following procedures shaH

govern the exercise of the march-in
rights of the agencies set Icrth in 3S
U.S.C. 203 and the clause at Attachment
A.

b. Whenever an agency receives
information that it believes might
warrant the exercise of march-in righ~.

before initiating any march-in
proceeding in accordance with the
procedures of Part 13.c.-h. below, it ahall

notify the contzsdar loa wmiDg of til.
information and rsquest infoma:l
written ozoral commentafrom tU
contractee, In the aOee'lC8 01 my
commen1a from the CODtractor withm38
da)'8. the agency mar. at ita cHcretioa.
proceed with thep:oaduaa below. If •
comment is received. whe1hs 01' not
within 30 days. then the agency shaD.,
within 60 day. after it recaivea the
comment. either initiaL!! the proc:adura
below or notify the conwctor. ia
writing. that it will not pUDW! marclt-ia
rights baaed on the infomaa.timl aOeut
which the contnld01' was notifiEl'1.

c.A march-In proceeding ahall be
initiated by the iS8uaIlQ! ai a written
notice by the agency K) \lie rontractor
and its assignee 01'~ve licensee, lUI

applicable. stating that theqency ~
considering the exercise of march-in
rights. The notice eballataw the reaaoaa
for the proposed ma.rch-in ill t.ermI
sufficient to put the coatradQr on notice
of the facts upon which the action would
be based and shall specify the field or
fields of use in which t1le agtmcy i.a
considering requirin8 licensing. The
notice shall advise the contractor
(assignee 01' exclusive licensee) of iU
rights. as set forth in thia Circular and in
any supplemental agency regulationa.
The determination to exercise march-in
rights shall be made by the head of the
agency or designee. except u provided
in Part 13.j. below.

d. Within 30 days after 1"8Ceipt of the
written notice of march-in, the
contractor (assignee or exclusive
licensee) may submit. in penon. in
writing. or througha repruentative.
information or BJ'gllIIle1lt III oppoaitWn t.e
the proposed JDaEc.h-in. including any
additional specific informatioe whidl
raises II genuine dispute ove!' the
material facts upon which the march-in
is based. If the information presented
raises a genuine dispute over the
material facts. the head of the agency or .
designee shall undertake or refer the
matter to another offidai fur fact
finding.

e. Fact-finding shaH be conducted In .
accordance with the procedures
established by the agency. Such
procedures shall be as informal a.
practicable and be consistent with
principles of fundamental faimeo!rs. The
procedures should afford the cmrtractor
the opportrmity to appear with counsel.
submit documentary evidence. present
witnesses and confront such penuDa sa
the agency may present. A transcribed
record shall be made and shall be
available at coat to the contractor UpeI1
request. The requirement for •
transcribed record may be waived by
mutual agreement of tire contractor and
the agency. Any portion of a fact-finding

}'_ ........... _ .......""'0.1 ...... ......... _'01 ......................._..........
practicable and be consistent with
principles of fundamental faimeo!rs. The
procedures should afford the cmrtractor
the opportrmity to appear with counsel.
submit documentary evidence. present
witnesses and confront such penuDa sa
the agency may present. A transcribed
record shall be made and shall be
available at coat to the contractor UpeI1
request. The requirement for •
transcribed record may be waived by
mutual agreement of tire contractor and
the agency. Any portion of a fact-finding

heariJl@ u.t im:olvu testimony or
evidence relating to &:eutiUzatieu or
efforts at obtaitltng 1It1liz:aUoa that a.re
being made by tile crIQtra~ im
assiggee. or~ shaYbe clc8ed to
the public. indading potential ~uees.

f. The offldai conducting the fact
finding shell prepere written fi.mlmgs at
fact and transmit them to the heed M tlie
agency or deslgnee promptly after tht
conclusion at the fact..ftad:lng
proceeding. A copy of the findittg'!l or
fact-shall be sent to tire ClJDtIln.tor
(assignee or exclu:sne~e}by
registered or c:ertifiedmail

g. In cases in which fact-fh1_ has
been conducted. the head of the agency
or designee shall bese his or her
determinatfon on the facts found.
together with any other information and
argument submitred by the contractor
(assignee or exclusive Ilcensee], and any
other information in the administrative
record. The consistency of the exercise
of march-in rights wtth the policy and
objectives of 3S u.s.c. 200-206 and this
Circular shaH alsobe considered. !D
cases referred for fact-findiBg, the head
of the agency or designee may reject
only those facta that have been found
that are clearly erroneous. Written
notice of the determination whether
march-in rights will be exercised shall
be made by the heaa of the ageAcy 01'
designee and sent tI:l the contractor
(assignee or ex.c.lnaivelicensee) by
certified or registered mail within 90
days after the completion of fact-finding
or the proceedings will be deemed to
have been terminated and thereafter DoG

march-in based OD the facts and reasona
upon which Ute proceeding was initiated
may be exercised.

h. An agency may, at any timB,
terminate a march-in proceeding if it La
satisfied that it doea not wish tQ
exerciee marcil-in right&.

i, The procedures of this Part shaY
also apply to theex~e af march-tn
rights agairist Inventcrs receiving title to.
subject inventioRll 1mder 35 USc. 20Zldr
and. for that purpose. the term
"contractor" aa used in thia Part sball be
deemed to include the inventor.

j. Notwithstanding the last ~RC'eof
Part 13.c., a determination to exerci3e
march-In in case. where the subject
invention W3lI made lIIl'!er a conRact
may be made initially by the contradi:Hs
officer in accordanca with the
procedures of the Contrad DlBp'lrtes Act.
In such cases, the procedures of the
Contract Disputes Act will appfy in lie'll
of those in Parts 13.d.~. above (except
that the last sentence of Part 13.e. shaY
continue to apply). However, when the
procedures of this Part 13.]. are used. the
contracter, al8ign'!'J. Gr ext:lusive

p;rt-lic.,-;-det~ati~-t~ ;~~- -
march-In in case. where the subject
invention W3lI made lIIl'!er a conRact
may be made initially by the contradi:Hs
officer in accordanca with the
procedures of the Contrad DlBp'lrtes Act.
In such cases, the procedures of the
Contract Disputes Act will appfy in lie'll
of those in Parts 13.d.~. above (except
that the last sentence of Part 13.e. shaY
continue to apply). However, when the
procedures of this Part 13.]. are used. the
contracter, al8ign'!'J. Gr ext:lusive
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Office of Federal Procurement Policy,
telephone number (202) 395-a81o.
Donald Eo Sowle.
Administrator.
David A. Stoclanan.
Director.

Attachment A-eircula.r ~-1ZC
The following is the standard patent

rights daused to be used in funding
agreements as provided in Part 7.

Patent Rights (Small Business Firms
and Nonprofit Organizations) (March
1982)

a. Definitions

(1) "Invention" means any invention
or discovery which is or may be
patentable or otherwise protectable
under Title 35 of the United States Code.

(2) "Subject Invention" means any
invention of the contractor conceived or
first actually reduced to practice In the
performance of work under this
contract.

(3) "Practical Application" means to
manufacture in the case of a
composition or-product. to practice In
the case of a process or method. or to
operate in the case of a machine or
system; and. in each esse, under such
conditions as to establish that the
invention is being utilized and that its
benefits are. to the extent permitted by
law or Government regulations.
ava ilab le to the public on reasonable
terms.

(4) "Made" when used in relation to
any inven tion means the conception or
first actual reduction to practice of such
invention.

(5) "Small Business Firm" means a
small business concern as defined at
Sect ion 2 of Pub. 1.. 85.536 (15 U.S.c. 632)
and implementing regulations of the
Administrator of the Small Business
Administration. For the purpose of this
clause. the size standards for small
business concerns involved in
Government procurement and
subcontracting at 13 CFR 121.3-8 and 13
CPR 121.3-12. respectively, will be used.

(6) "Nonprofit Organization" means a
university or other institution of higher
education or an organization of the type
described in section 501(c)(3) of the
Internal Revenue Code of 1954 (28 U.s.c.
501(c)) and exempt from taxation under
section 501(a) of the Internal Revenue
Code (26 U.S.c. 501(a)) or any nonprofit
scientific or educational organization
qualified under a state nonprofit
organization statute.

b. Allocation ofPrincipal Rights

The contractor may retain the entire
right. title. and Inter9st throughout the
world to each subject invention subject

u-c;~"...uucu 1.U oc\"uuu O,1\Jj.~l,,;)lYJ VI wtS'
Internal Revenue Code of 1954 (28 U.s.c.
501(c)) and exempt from taxation under
section 501(a) of the Internal Revenue
Code (26 U.S.c. 501(a)) or any nonprofit
scientific or educational organization
qualified under a state nonprofit
organization statute.

b. Allocation ofPrincipal Rights

The contractor may retain the entire
right. title. and Interest throughout the
world to each subject invention subject

to the provi.ions of this clause and 3:s
U.S.c. 203. With respect to any subject
Invention in which the contractor
retains title, the Federal Government
shall have a non-exclusive, non
transferable. irrevocable. paid-up
license to practice or have practiced for
or on behalf of the United States the
subject invention throughout the world.

Co Invention Disclosure. Elect.ion of Title
and Filing ofPatent Applications by
Contractor.

(1) The contractor will disclose each
subject invention to the Federal agency
within two months after the inventor
discloses it in writing tocontractor
personnel responsible for patent
matters. The disclosU1'1! to the agency
shall be In the form of a written report
and shall identl.fy the contract under
which the invention was made and the
inventor{s). It shall be suffidently
complete In technical detail to convey a
clear understanding. to the extent
mown at the time of the disclosure. of
the nature. purpose. operation. and the
physical. chemical. biological or
electrical characteristics of the
invention. The disclosure shall also
iden tify any publication. on sale or
public use of the invention and whether
a manuscript describing the invention
has been submitted for publication and,
if so. whether it has been accepted for
publication at the time of disclosure. In
addition. after disclosure to the agency,
the contractor will promptly notify the
agency of the acceptance of any
manuscript describing the invention for
publication or of any on sale or public
use planned by the contractor.

- (2) The contractor will elect in writing
whether or not to retain title to any such
Invention by notifying the Federal
agency within twelve months of
disclosure to the contractor. Provided.
That In any case where publication. on
sale or public use has initiated the one
year statutory period wherein valid
patent protection can still be obtained in
the United States. the period for election
of title may be shortened by the agency
to a date that is no more than 60 days
prior to the end of the statutory period.

(3) The contractor will file its initial
patent application on an elected
invention within two years after election
or. if earlier. prior to the end of any
statutory period wherein valid patent
protection can be obtained in the United
States after a publication. on sale. or
public use . The contractor will file
patent applications In additional
countries within either ten months of the
scrrespoudiag initial patent application
or six montha from the date permisaion
is granted by the Commi8sioner of
Patents and Trademarlc.s to file foreign

1'.. \t:U \ "t't'UI,;l1UOU on an erecrea
invention within two years after election
or. if earlier. prior to the end of any
statutory period wherein valid patent
protection can be obtained in the United
States after a publication. on sale. or
public use. The contractor will file
patent applications in additional
countries within either ten months of the
ecrresponding initial patent application
or six montha from the date permiuion
is granted by the Commiaaioner of
Patents and Trademarlc.s to file foreign

patent applications where such filing
has been prohibited by a Secrecy Order.

(4) Requests for extension of the time
for disclosure to the agency. election.
and filing may, at the discretion of the
funding Federal agency. be granted.

d. Conditions When the Government
May Obtain Title

(1) The contractor will convey to the
Federal agency. upon written requeat,
title to any subject invention: ,

(i) If the contractor fails to disclose or
elect the subject Invention within the
times specified in Co above. or elects not
to retain ti tle,

(il) In those countries in which the
txJntractorfaila to file patent
applications within the times specified
in Co above: Provided. however. That if
the contractor haa filed a patent
application in a country after the times
specified in Co, above. but prior to its
receipt of the written request of the
Federal agency, the contractor shall
continue to retain title In that country,

(ill) In any country in which the
contractor decides not to continue the
prosecution of any application for, to
pay the maintenance fees on. or defend
in reexamination or cpposrtioa
proceeding on. a patent on a subject
invention.

e. Minimum Rights to Contractor

(1) The contractor will retain a
nonexclusive. royalty-free license
throughout the world in each subject
invention to which the Govemment
obtains title except if the contractor
fails to disclose the subject invention
within the times specified In Co, above.
The contractor's license extends to its
domestic 8ubsidiariel and affiliates. if
any. within the corporate structure of
which the contractor is a party and
Includes the right to grant sublicenses of
the same scope to the extent the
contractor was legally obligated to do 80

at the time the contract was awarded.
The license is transferable only with the
approval of the funding Federal agency
except when transferred to the
successor of that party of the
contractor's business to which the
invention pertains.

(2) The contractor'. domestic license
m~y be revoked or modified by the
fundina Federal agency to the extent
necessary to achieve expeditious
practical application of the subject
invention pursuant to an application for
an exclusive license submitted in
accordance with applicable provisions
in the Federal Property Management
Regulations. Thia license will not be
revoked in that field of use or the
geographical areas In which tile

IIIveUUOD peruun.a.
(2) The contractor'. domestic license

m~y be revoked or modified by the
fundina Federal agency to the extent
necessary to achieve expeditious
practical application of the subject
invention pursuant to an application for
an exclusive license submitted in
accordance with applicable provisiota
in the Federal Property Management
Regulations. 'I'hislicense will not be
revoked in that field of use or the
geographical areas In which tile
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are not reasonably satisfied by the
contractor. assignee. or their licensees;

(3) Such action is necessary to meet
requirements for public use specified by
Federal regulations and such
requirements are not reasonably
satisfied by the contractor. assignee. or
licensees; or

(<I) Such action is necessary because
the agreement required by paragraph i.
ofthis clause has not been obtained or
waived or because a licensee of the
exclusive right to use or sell any subject
invention in the United States is in
breach of such agreement.

it. Special Provisions for Contracts with
Non-profit Organizations

If the contractor is a non-profit
organization. it agrees that:

(1) Rights to a subject invention in the
United States may not be assigned
without the approval of the Federal
agency, excep t where such assignment
is made to an organization which has as
one of its primary functions the
management of inventions and which is
not, itself. engaged in or does not hold a
substantial interest in other
organizations engaged in the
manufacture or sale of products or the
use of processes that might utilize the
invention or be in competition with
embodiments of the invention provided
that such assignee will be subject to the
same provisions as the contractor);

(2) The contractor may not grant
exclusive licenses under United States
patents or patent applica tions in subject
inventions to persons other than small
business firms for a period in excess of
the earlier of:

(i) Five yean from first commercial
sale or use of the invention; or

(ii) Eight years from the date oi the
exclusive license excep ting that time
before regulatory agencies necessary to
obtain premarket clearance, unless on a
case-by-case bas is. the Fede ral agency
approves a longer exclusive license. If
exclusive field of use licenses are
granted. commercial sale or use in one
field of use will not be deemed
commercia l sale or use as to other fields
of use. and a first commercial sale or
use with respect to a product of the
invention will not be deemed to end the
exclusive period to different subsequent
products covered by the inven tion.

(3,) The contractor will share royal ties
collected on a subject invention with the
inventor; and

(4) The balance of any royalties or
income earned by the contractor with
respect to subject inventions. after
payment of expenses (including
payments to inventors] incidental to the
administration of subject inventions.

invention will not be deemed to end the
exclusive period to different subsequent
products covered by the inven tion.

(3,) The contractor will share royal ties
collected on a subject invention with the
inventor; and

(4) The balance of any royalties or
income earned by the contractor with
respect to subject inventions. after
payment of expenses (including
payments to inventors] incidental to the
administration of subject inventions.

will be utilized for the support of
scientific research or education.

1. Communications

(Complete According to Instructions
at Part s.b . of this Ctrcular).
l" Doc.~ !'lIed Z-1&-32: e:~ ImJ
-.uNG COOE ,,10-0,....



THE WHITE HOUSE

Office of the Press Secretary
(Los Angeles, California)

For Immediate Release April 10, 1987

EXECUTIVE ORDER

FACILITATING ACCESS TO SCIENCE AND TECHNOLOGY

By the authority vested in me as President by the
Constitution and laws of the United States of America,
including the Federal Technology Transfir Act of 1986 (Public
Law 99-502), the Trademark Clarificatio Act of 1984 (Public
Law 98-620), and the University and Sma 1 Business Patent
Procedure Act of 1980 (Public Law 96-51 ), and in order to
ensure that Federal agencies and laboratories assist univer
sities and the private sector in broadening our technology
base by moving new knowledge from the research laboratory into
the development of new products and processes, it is hereby
ordered as follows: .

Section 1. Transfer of Federally Funded Technology.

(a) The head of each Executive department and agency, to
the extent permitted by law, shall encourage and facilitate
collaboration among Federal laboratories, State and local
governments, universities, and the private sector, particu
larly small business, in order to assist in the transfer of
technology to the marketplace.

(b) The head of each Executive department and agency
shall, within overall funding allocations and to the extent
permitted by law:

' ~ ( 1 ) delegate authority to its government-owned ,
government-operated Federal laboratories:

(A) to enter into cooperative research a nd
development agreements with other Federal
laboratories, State and local governments,
universities, and the private sector; and

(B) to license, assign, or waive rights to
i~~~l~l.p+opertydevelQped by the laboratory
elther u nder such cooperative research or
deve lopme nt agree ments and f r om withi n ind ividual
laboratories.

V
(2) identify a nd encourage persons to act as conduits
between and among Federal laboratories, universities,
and the private sector ~or the transfer of technology
developed from f ederally funded research and development
efforts;

ensure that State and local qovernments,
universities, and the private sector; and

(B) to license, assign, or waive rights to
i!;1;eJlec~l. p+o pe r t y d e v e l Qpe d by the laboratory
elther under such cooperative research or
development agreements and from within individual
laboratories.

V
(2) identify a nd encourage persons to act as conduits
between and among Federa l laboratories, universities,
and the private sector ~or the transfer of technology
developed from fe derally f u nde d research and development
efforts;

- ,
·1 r j;. ,;.....
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(3) ensure that State and local governments,
universities, and the private sector are provided with
information on the technology, expertise, and facilities
available in Federal laboratories;
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federally funded research by granting to all contractors,
regardless of size, the title to patents made in whole or
in part with Federal funds, in exchange for royalty-free
use by or on behalf of the government;

(5) implement, as expeditiously as practicable, royalty
sharing programs with inventors who were employees of the
agency at the time their inventions were made, and cash
award programs; and

(6) cooperate, ~p~er policy guidance provided by the
Office of Federal Procurement Policy, with the heads of
other affected departments and agencies in the develop
ment of a uniform policy permitting Federal contractors
to retain rights to software, engineering drawings, and
other technical data generated by Federal grants and
contracts, in exchange for royalty-free use by or on
behalf of the government.

Sec. 2. Establishment of the Technology Share Program.
The Secretaries of Agriculture, Commerce, Energy, and Health
and Human Services and the Administrator of the National
Aeronautics and Space Administration shall . select one or more
of their Federal laboratories to participate in the Technology
Share Program. Consistent with its mission and policies and
within its overall funding allocation in any year, each
Federal laboratory so selected shall:

(a) Identify areas of research and technology of
potential importance to long-term national economic
competitiveness and in which the laboratory possesses special
competence and/or unique facilities;

(b) Establish a mechanism through which the laboratory
performs research in areas identified in Section 2(a) as a
participant of a consortium composed of United States
industries and universities. All consortia so established
shall have, at a minimum, three individual companies that
conduct the majority of their business in the United States;
and

(c) Limit its participation in any consortium so
established to the use of laboratory personnel and facilities.
However, each laboratory may also provide financial support
generally not to exceed 25 percent of the total budget for the
activities of the consortium. Such financial support by any
laboratory in all such consortia shall be limited to a maximum
of $5 million per annum.

Sec. 3. Technology Exchange -- Scientists and Engineers.
The Executive Director of the President's Commission on
Executive Exchange shall assist Federal agencies, where appro
priate, by developing a nd implementing an exchange program
whereby scientists and engineers in the private sector may
take temporary assignments in Federal laboratories, and
scientists and engineers in Federal laboratories may take
temporary assignments in the private sector.

Sec. 4.
generally not
activities of
laboratory in
of $5 million

International_Science and Technnlncrv . T~_nr~or

to exceed 25 percent of the total budget for the
the consortium. Such financial support by any
all such consortia shall be limited to a maximum
per annum.

Sec. 3. Technology Exchange -- Scientists and Engineers.
The Executive Director of the President's Commission on
Executive Exchange shall assist Federal agencies, where appro
priate, by developing and implementing an exchange program
whereby scientists and engineers in the private sector may
take temporary assignments in Federal laboratories, and
scientists and engineers in Federal laboratories may take
temporary assignments in the private sector.

Sec. 4. International Science and Technology. In order
to ensure that the United States benefits from and fully
exploits scientific research and technology developed abroad,

I _ \ tnt... _ 1.-. __ ~ _ _~ _ _ ,
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(1) to whether such foreign companies or governments
permit and encourage United States agencies, organiza
tions, or persons to enter into cooperative research and
development agreements and licensing arrangements on a
comparable basis;

(2) to whether those foreign governments have policies
to protect the United States intellectual property
rights; and

(3) where cooperative research will involve data,
technologies, or products subject to national security
export controls under the laws of the United States, to
whether those foreign governments have adopted adequate
measures to prevent the transfer of strategic technology
to destinations prohibited under such national security
export controls, either through participation in the
Coordinating Committee for Multilateral Export Controls
(COCOM) or through other international agreements to
which the United States and such foreign governments are
signatories.

(b) The Secretary of State shall develop a recruitment
policy that encourages scientists and engineers from other
Federal agencies, academic institutions, ahd industry to apply
for assignments in embassies of the United States; and

(c) The Secretaries of State and Commerce and the
Director of the National Science Foundation shall develop a
central mechanism for the prompt and efficient dissemination
of science and technology information developed abroad to
users in Federal l aboratories, academic institutions, and the
private sector on a fee-for-service basis.

Sec. 5. Technology Transfer from the Department of
Defense. Within 6 months of the date of this Order, the
Secretary of Defense shall identify a list of funded
technologies that would be potentially useful to United States
indus tries and universities. The Secretary shal l then
accelerate efforts to make these technologies mo r e r eadily
available to United States industries a nd universities.

Sec. 6. Basic Science -a nd Technology Ce nters. The head
of each Executive department and agency shall examine the
potential for including the establishment of university
research centers in engineering, science, or technology in the
strategy and planning for any future research and development
programs. Such university centers shall be jointly funded b y
the Federal Government, the private sector, and, where appro
priate, the States a nd shall focus o n areas of fundamental
research and technolog y t hat a r e both scientifically promising
and have the pote n t ial to c o n t r i b u t e to the Na t i o n ' s long-term
economic competitiveness.

Sec. 7. Reporting Requirements. (a) wi thin 1 y e a r from
the date of this Order, the Director of the Office of Science
and Technology Policy shall convene an interagency task force
comprised of the heads of representative agencies and the
directors of representative Federal laboratories, or their
designees, in order to identify and disseminate creative
1.t:: :::H:~d.L L:l1 c e n c e r s u n e n q a n e e r i.nq , s c i e n c e , or t.e c nno i oqy a n t ne
strategy and planning f o r any future research and development
programs. Such university centers shall be jointly funded b y
the Federal Government, the private sector, and, where appro
priate, the States a nd shall focus on areas of fundamental
research and technology that are both scientifically promising
and have the potential to contribute to the Nation's long-term
economic competitiveness.

Sec. 7. Repor ting Requirements. (a) within 1 y e a r from
the date of this Order, t h e Director of the Office of Science
and Technology Policy shall convene a n interagency task force
comprised of the heads of representative agencies and the
directors of representative Federal laboratories, or their
designees, in order to identify and disseminate creative
approaches to technology transfer from Federal laboratories.
The task force will report to the President on the progress
of and problems with technology transfer from Federal
laboratories.
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(b) Specifically, the report shall include:

(1) a listing of current technology transfer programs
and an assessment of the effectiveness of these programs;

(2) identification of new or creative approaches to
technology transfer that might serve as model programs

. for Federal laboratories;

(3) criteria to assess the effectiveness and impact on
the Nation's economy of planned or future technology
transfer efforts; and

(4) a compilation and assessment of the Technology Share
Program established in Section 2 and, where appropriate,
related cooperative research and development venture
programs.

Sec. 8. Relation to Existing Law. Nothing in this Order
shall affect the continued applicability of any existing laws
or regulations relating to the transfer of United States tech
nology to other nations. The head of any Executive department
or agency may e xclude from consideration, under this Order,
any technology that would be, if transferred, detrimental to
the interests of national security.

RONALD REAGAN

THE WHITE HOUSE,
April 1 0 , 1987.
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