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Title 41-Public Contracts 8l"d Property
Management

CHAPTER 9--ENERGY RESEARCH AND
DEVELOPMENT ADMINISTRATION

PATENTS, DATA AND COPYRIGHTS

Final Regulations

AGENCY: Energy Research and Devel­
opment Administration.

ACTION : Final regulations.

.SUMMARY: The Energy Research and
Development Administration (ERDA)
finalizes its regulations on Patents, Data,
and Copyrights and related matters.
These regulations revise those inherited
from the Atomic Energy Commission
(AECl and the temporary regulations
issued early in the period of transi t ion
from AEC to ERDA. Consequently, there
is now provided for ERDA a unified bod y
of final regulations for Patents, Data,
and Cop yrights.

DATE : EtIective date. July 13, 1977

ADDRESS : Albert Sopp (Office of the
Assistant General Counsel for Patents,
U.S . Energy Research and Development
Administration, Washington, D.C.
20545)

FOR FURTHER INFORMATION CON­
TACT:

Albert Sopp, 301-353-4970.

SUPPLEMENTARY INFORMATION :
These regulations revise the following is­
suances which are hereby revoked :
ERDA Temporary Regulation No.9 <Im­
mediate Action Directive 9100-1) pub­
lished on April 15, 1975 (40 FR 16848) ;
ERDA Procurement Regulations, Part
9-9, published on october 7, 1975 (40 FR
46802 ) ; and proposed regulations for
Patents, Data and Copyrights published
for permissive use and public comment
on October 15, 1975 (40 FR 48363) . Other
sections of Chapter 9 as identified below
are hereby amended or revised as in­
dicated to conform with these regula­
tions. When ERDA was formed on Janu­
a ry 19, 1976, only the patent, data and
cop yr ight regulations applicable to the
Atomic Act were available. In April 1975,
ERDA issued Tempora.ry Regulation No.
9 providing interim guidance to ERDA's
con tracting officers concerning ERDA's
two sta tutor y provisions. the Atomic En­
ergy Act of 1954, as amended, and the
Federa l Nonnuclear Energy Act of 1974.
Af te r · the ERDA Procurement Regula­
tions were published on october 7, 1975,
ERDA published, proposed regulations
governing patent, data, and copyright
matters on october 15, 1975, for public
comment and permissive use. The pro­
posed regulations sought to harmonize
the patent and data policies controlling
invention and data rights in ERDA con­
sraets involving either nuclear or non­
nuclear activities. Comments received.
from the' public on the proposed. regula­
tions were summarized in ERDA's Re­
port. to the President and CongresS of the
United states, ERDA 76-16 published.
January 1976 (For sale by the U.8. Gov­
ernment Printing otfice.· Washington,
D .C. 20402. Price, $4) ,

h;;ei;.'tlon and data rights in ERDA con­
sracts involving either nuclear or non­
nuclear activities. Comments received.
from the' public on the proposed regula­
tions were summarized in ERDA's Re­
port. to the President and CongresS of the
United States, ERDA 76-16 published.
January 1976 (For sale by the U.8. Gov­
ernment Printing otfice, ' Washington.
D.C. 20402. Price, $4),
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Based on tbe comments received. and
ERDA's operating experience under the
proposed regulations for the past 18
months, the proposed. regulations for
Patents, Data and Copyrights have been
revised to form the final regulations set
forth below.

Because the Patent, Data and COpy­
right Regulations of Part 9-9 set forth
below impact on and are referred to in
other parts of Chapter 9, amendments
have been made to th~ affected sections
of those other parts and are in cluded
herein following the text of revised Part
9-9. In addition, §§ 9-~.150 to 9-3.150-5
entitled "Treatment of Proposal Infor­
mation" set forth in the ERDA Procure­
ment Regulations published on October
7, 1975 have been revised and, as now
finalized, incorporate material concern­
ing proposal information formerly ap­
pe aring in § 9-9 .202-3 (d) of the proposed
r egulation on "Patents, Data and Copy­
r ights" pubhshed on OCtober 15, 1975.
With this revision the provisions con­
cerning treatment of proposal informa­
t ion appear in one place, § 9-3 .150 et. ·
seq., in Chapter 9.

A considerable number of changes of a
significant n a ture which have been in­
corporated in the Paten t , Data and
Copyright regulations are the result of
the many constructive suggestions re­
ceived from interested members of the
public. In several si tuations ERDA's op­
erating experience over the past 18
months has confirmed the appropriate­
ness of these su ggestions, while in other
inst ances agency experience gained
th ro ugh n egotiation of contract patent
an d data elausec has shown some sug­
gest ions as not being feasible , SUitable, or
acceptable . Among policy and procedural
changes have been the establishment in
§ 9c..9.109-6(h ) of new policy and proce­
dures for granting patent waivers to
nonprofit educational institutions on the
basis of their technology t r ansfer pro­
grams and capabilities similar to the
guidelines prepared for the Federal Pro­
curement Regulations, and the identifi ­
cation of small business as a typical wai­
ver situation.

The follo wing table sets forth other
revisions and amendments to t h e patent
and data. clauses of ERDA PRoPart 9-9,
Patents, Data and Copyrights, published
on October 15, 1975. For the most part
the changes are technical and proce­
dural and are the combined result of
public su gges tions and agency experi­
ence. The portion of Part 9-9 covering
policy and procedures h as been revised,
amplified or clarified as appropriate to
explain and provide instructions and
guidelines for the clause changes which
are briefly described below.

§ 9-9.102-1 , 2. Provides that the Au­
thorization and Consent clauses in con­
tracts for research, development or dem­
onstration, or for supply, are flowed
down-to subcontractors.

§ 9-9.107-5 (a) . Patent Rights (long
form) clause has been amended to
clarify contracting officer's status as
focal point for contractor except in
situations peculiar solely to processing or
patent matters.

tracts for research, development or dem­
onstration, or for supply, are flowed
down-to subcontractors.

§ 9-9.107-5 (a ). Patent Rights (long
form) clause has been amended to
clarify contracting omcer's status as
focal point for contractor except in
situations peculiar solely to processing or
patent matters.



Subparagraph (0) (2). Simplifies time
period calculation for requesti ng "great­
er rights".

Paragraph (c ) . conrorms contractor
sublicensing rights with FPR.

Paragraph. (ik Limits application of
Withholding of paymen t provisions to
prime contractors.

Subparagraph (k) ( 4) . Broadens con­
ditions not requiring contrac tor licensing
of background patents.

Paragraph (m) . Ad"ds provision pl acing
specific limits on patent r ights obtained
by Government in conformance with
FPR.

§ 9-9.107- 5 (e). Provides an optional
subparagraph (c) ( 1) . for Patent Ri gh ts
clause in which the license r igh t reserved
to contractor upo n request is not neces­
sa ril y royalty free wh ere con tractor has
access to Restri cte d Data.

§ 9-9.107-5 (g) (1 ), (2). P ro vides op ­
tional paragraphs for use in Patent
Rights (lon g form ) clause permitting
contractors having revocable or irrevo­
cable licenses to grant sublicenses beyond
sublicensing, obli gations existing at time
of contracting.

§ 9-9.107-5(h ) . Provides paragraph for
use in Patent Rights (lon g form) clause
in contracts for ope ration of Government
owned facilities requiring gran t to Gov­
ernment of pai d-up license in inventions
integrated into facili t y.

§ 9-9 .107- 6. Permits use of P atent
Rights (sh or t form ) clause for certain
consultant contracts .

§ 9- 9.107-6 (g ) . Provides paragraph in
Patent Rights (short form ) clause en­
abling st reamlin ed publication review
for patent clearance .

§ 9-9.202-3 (c) . Provides new Addi­
tional Technical Data Re quiremen ts
clause in which Government has the
r ight to order contract data "first pro­
duced or specifically used in the perform­
ance of the contract" unless data specif­
ically used are proprletarv.

, § 9-9.202-3 (e) ( 2) . Revises Righ ts in
Technical Data (long fo rm ) clause: in­
corporates new definition of "proprieta ry
data" and new term "contr act da ta" (re­
placing 'subject data' ) .

Subparag raph (0 ) (2) ( iO : Provides in
Rights in Technical Data (lon g form)
clause that contra-ctor h as r ight to pri­
vately use con tract data if data require­

"!nents of contrac t a re met and has obli­
gation to trea t data received from
"~\;irr;,g

1
st~eamli~ed - -pubii~ation" '·r~vi~~v

for patent clearan ce.
§ 9-9.202- 3 (c ) . Provides new Addi­

tional Technical Data Requiremen ts
clause in which Government has the
r ight to order contract data "first pro­
duced or specifically used in the perform­
ance of the contract " unless data spec if ­
ically used are proprletarv.

, § 9-9.202-3 (e) (2) . R evises Righ ts in
Technical Data (lon g fo rm) clause: in ­
corporates new definition of "proprietary
data" and n ew term "contr act d a ta" (re­
placing 'subject data' ) .

Subparagraph (b) (2) (ii): Pro vides ill
Rights in Technical Data (long fo rm )
clause that contractor has right to pri­
vately use con tract data if dat a require­

"!nents of con tract are me t and has obli ­
gation to trea t data r eceived from
external sources in accordance with re ­
strictions thereon.

Paragraph (d ) . Es tablishes new pro­
vision in Rights in Technical Data (long
form ) clause obligatin g contractor to ac-
..."; ,,..6 ~ ........ __ -3 --=_.._.... _ ... ~

contractors licensing obligations regard­
ing contract data.

I 9-9.202-3 (j ) . Establishes new Rights
inData-special Works clause for books,
motion pictures, etc ., to be produced un­
der contract and provides forOOvern­
ment ownership of such works .

§ 9-9.202-3 (g) . New Rights 111 Tech­
nical Data (short form ) clause is pro­
vided for use in contracts generally par­
allel with use of Patent Rights (short
form) clause unless proprietary data is
involved.

§ 9-9.202-4 (a), (OJ, (c L A basic Rights
in Technical Data (facility) 'Clause is
provided for use in operating contracts
and subcontracts for special production
plants, facilities, or equipment therefor,
Clause provides Government ownership
in technical data first produced under
contract and unlimited rights and fadl­
Ities license in Government for technical
data specificaJIy used unless proprietary.
Clause oQligates operating contractor to
employ rights in technical data <long
form) clause in subcontracts in accord­
ance with. pOlicy and procedures of this
subpart.

Although these regulations are effec­
t ive July 13, 1977, the submission of com­
ments and suggestions from interested
persons to Mr. Albert Sopp a t the above
address is encouraged.
(Sec tion 105 of the Energy Reorganization
Act o f 1974 (Pub . L . 93-438 ). )

Dated: June 28, 1977.

RoBERT W . FlU,
Acting AdminiStrator.

1. Revisions or amendments to Parts
of Chapter 9 are to be made as set forth
below: -

"ART 9-1-GENERAL
§ 9-1.109-!-2 [Amended]

2. In i 9-1.l09-2-(b ) , second line, after
"Headquarters,", 'inser t

"or the Assistant Generai Counsel for Pat­
ents, as appropriate:';

3. In § 9-1.5408 , redesignate para­
graphs (a) and (b) (1) as paragraph (a),
redesignate paragraphs (b) (2 ), ( 3) , (4)
and (c) as (b), (c), (d) and (e ) respec­
tively, and revise the heading for § 9-1 .­
5408 and new paragraph (a) as follow s :

§ 9-1.5408 Protection and private m e
of information and data by eontrac­
tors.

1. Revisions or amendments to Parts
of Chapter 9 are to be made as set forth
below: -

"ART 9-1-GENERAL
§ 9-1.109-!-2 [Amended]

2. In i 9-1.l09-2-(b) , second line, after
"Headquarters,", "inser t

"or the Assistant Generai Counsel for Pat­
ents, as appropriate,";

3. In § 9-1.5408, redesignate para­
graphs (a) and (b ) (1 ) as paragraph (a),
redesignate paragraphs (b ) (2), (3), (4)
and (c ) as (b ), (c ), (d ) and (e) respec­
tively. and revise the heading for § 9-1.­
5408 and new paragraph (a) as follows:

§ 9-1.5408 Protection and private m e
of information and data by eontrac,
tors.

(a) The contractor's obligations for
protection of information and data re­
ceived from ERDA and other contractors
or SUbcontractors, and for the con trac­
tor's -private use of " contract dati first



necessary that a "Pinal Report" be sub­
mitted in order to privately use data if all
required progress and interim reports
and other teclmica.l daia then due have
been delivered. Paragraph (b) (2) fur­
ther proY1des that technical or other data
received by the contractor in the per­
formance of the contract must be held in
c6nfidence by the contractor in accord­
ance with restrictions accompanying the
data.

PART 9-3:..-pROCUREMENT BY
"NEGOTIATION

4. Revise §§ 9-3 .150 , 9-3 .150-1 , 9-3 .150­
2, 9-3.150-3, 9-3 .15Q-4, 9-3.151 , 9-3 .151-1,
9-3 .151-2, 9--3.151~, 9--3.152 to read as
follows :
§ 9-3:150 Proposal information.

§ 9-3.150-1 General.

It is the policy of ERDA to use infor­
mation contained in proposals only for
evaluation purposes except to the extent
such information is generally available
to the public, is already the property of
the Government or the Government al ­
ready bas unrestricted use rights, or is
or has been made available to the Gov­
ernment from any source, including the
proposer or offeror, without restriction.
The term -proposals as used in this section
includes responses to Program Opportu­
nity Notices (PON$) , Program Research
and Development . Announcements
(PRDAs) , and solicitations of a similar
nature .in addition to Requests For Pro­
posals (RFPs) . As Q practical matter,
ERDA cannot assume any responsibility
for disclosure or use of any such infor­
mation unless it is identified by the pro­
poser or offeror in accordance with this
section. Unless a "Solicitat ion specifies
otherwise, ERDA will not refuse to con­
sider a solicited proposal or an unsolic­
ited proposal merely because the proposal
is restrictively marked. (See also SUb­
parts 9-4.51, 9-4.52, 9-4.57, 9-4.58 and 10
CFRPart 709,)
.§ 9-3.150-2 Treatment of proposal in­

formation.

(a) A propoeal may ·include technical
data and other data, including trade
secrets and /or privileged or confidential
commercial or financial information,
which the proposer does not want dis­
closed to the public or used by the Gov­
ernment for any purpose other than pro­
posal evaluation. To protect such nata
the proposer should specifically identify
each page including each Une or para­
graph thereof containing the data to be
protected ,and mark the cover sheet of
the proposal with the following notice.

No.TICE

The data concained In pages of this pro-
posa.l have been submitted in confidence and
CORwn tn.de secrets and/or prlvUeged or
confidential commercial or financial mror­
matiDn, and such data shall be used or dis­
closed only for evaJuation purposes, provided
that 1f aeontract is awarded to this proposer
ss a .result of or In connect ion With the sub­
mission of t his plOpasaJ., the Government
shall ha.ve the right to use Of' cUaclOfle the
da.ta bereln· to the exten t provided in the

• • • • •
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con tract . This re striction does not limit the
Government 's righ t to use or d isclose data
~ Without restriction from a n y
source,includ1n~ the proposer.

ftef erences to the above n oti ce on th e
cover sheet shduld be placed on ea ch
page to which the no tice applies. Data ,
or -abstracts of data, marked with this
notice will be retained in confi dence and
used by ERDA or its designated repre­
senta tt ve rs ) , including Government con ­
t ractors and consul tants , as set forth in
§ 9-3.150-4 below, solely for the purpose
of eva luat in g the proposa l. The data so
marked will no t otherw ise be disclosed
or used witho ut the propos er's prtor
wr itten permission except to the extent
provided in any resulting con tract , or to
the extent required by la w. Proposers
should be aware of the provisions of
§ 9~ . 1 50-4 belo w if they desire to mo dify
the ab ove notice or otherw ise seek to
limit the evaluation to th e Governmen t
only. The restrict ion contained in the
no tice does not limit the Govenrmen t 's
r ight to use or d isclose any data con ­
tained in the proposal if it is obtainable
from any source, Including the proposer ,
Without r est r iction. Although it is
ERDA's policy to treat all proposals as
confidential , the Government assumes
no liabili ty for disclosure or use of un­
marked data and may use or disclose
such data for an y purpose. See FPR
1-3 .103 (b) regarding disclosure to other
offerors.

(b) Should a contract be awarded
based on a proposal , it is ERDA policy,
in consideration of the award, to obtain
unlimited righ ts for the Government in
the te ch n ical data contained in the pro­
posal unless the prospective contractor
mar ks those portions of the technica l in­
formation which he asser ts as "proprie­
tary data", or specifies those portions
of such technical data which are no t di­
r ectly rela te d to or will not be utilized in
the work to be funded under the con­
tract. "P roprietary data" is defined in
§ 9-9.201 (b ) of these Regula tions as
technical data which embody it trade
secret develope d a t privatl expense, such
as des ign procedures or te chniques,
chemical composit ion of .materials or
manufacturing methods, processes or
treatments, Including minor modifica­
tions the reof , provided that such data .
(1 ) Are not generally known or availabie
from other sources without ob liga ti on
concerning their confident iality, (2)
have not been made available by the
owner to others without obliga ti on con ­
cerning th eir confidentia lity, and (3) are
n ot already available to the Government
Without obligation concerning their con ­
fidentiality. A proposer who receives a
contract award shall mark the data
identified as proprietary by specifying
the appropriate proposal page numbers
to be inserted in the "Righ ts to Proposal
'Data" clause of paragraph (c) of this
section, which clause shall be included
in the contrac t . Subject to the con cur­
rence of the contracting officer , infor­
mation unrelated to the contract ma y be
deleted from the proposal by the con ­
tractor. The responsibility, however, of
identifying technical dat a as proprietary

No.TICE

The data eonuamed In pages of this pro-
posa.l have been submitted in confidence and
CORwn tn.de secrets and/or privUeged or
confidential commercial or financial mror­
matiDn, and such data shall be used or dis­
closed only tor evaJuation purposes, provided
that 1f aeontract is awarded to this proposer
as a . result of or in connection With the sub­
mission of t his plOpasaJ., the Government
shall ha.ve the right to use Of' cUacIOfle the
da.ta beretn' to the extent provided in the
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to be inserted 1I1 WJ.<; "'0--

'Data " clause of paragraph (c) of trns
sect ion , which clause shall be included
in the contract. Subject to the concur­
rence of the contracting officer, infor­
mation unrelated to the con trac t may be
deleted from the proposal by the con ­
tractor. The responsibility, however , of
identifying technical dat a as propr ietary



or deleting it as unrelated rests with the
prospective contractor.

(c) Pursuant to paragraph (b) of this
section, the following clause shall be in­
cluded in any contract based on a lU'O­
posal, This cmuse is intended to a.pply
only to technical data and not to other
data such as priviliged or confidential
commercial or financial information.

RIGHTS TO PRoPOSAL DATA

Except for technicaJ data contained on
pages __n of the contractors' proposal dated
n_n n which are asserted by the con-
tractor as be ing proprietary data, it is agreed
that as e. condition of the award of thJs con­
tract, and notwithstanding the provisions of
any "notice appearing on the proposal. the
Government shall have the right to use, dup­
licate. and disclose and have others do so for
any purpose whatsoever, the techniC6.l data
contained In the proposal upon "which this
contract is based.

§ 9-3.150-3 Handling notice.

In order that proposals may be
handled in confidence consistent with
the policies set forth in this section, the
following notice shall be amxed to a "
cover sheet attached to each proposal
upon receipt by ERDA , Use of the fol­
lowing notice neither alters any obliga­
tion of the Government, nor diminishes
any rights in the Government to use or
disclose data or information.

NOTICE FOil HANDLING PIl0POSALS

This proposal shall be used or duplicated
only for ERDA evaluation purposes. and this
notice shall be affixed to any reproduction or"
abstract thereof. Disclosure of this proposal
outside the Go vernment for ERDA evalua­
'tlon purposes shall not be made unless the
provisions of § 9-3 .15(}-4 are followed . The
restrictions co ntained tn this notice do not
apply to any data or commercia l or financial
tnformation contained In this proposal 11 it
is already generally available to the puonc.
is already a valiable to the Government on
an unrestricted basis or is the property of
the Governmen t , or is or becomes available
from any sour ce , including the proposer.
without restriction.

§ 9-3.150-4 D isclosure outside Govern­
m ent.

(a ) Policy. It is the policy of ERDA to
have proposals "evaluated by the most
competent persons available in Govern­
ment. In addition, ERDA frequently
~ts its evaluation needs by having
pr~als reviewed by evaluators out­
side the Government, such as , by con­
sultants. grantees. contractors, and con­
tr~ctor Organizati.ons o~ra~~_o!..!nllW-o""
&lZJJ}8'vr~'ffiloTr9-3-.15(}-4 are followed . The

restrictions contalned "tn this notice do not
apply to any dat a or commercial or financial
tnformation contained In this proposal 11 it
is already generally available to the puonc.
16 already a valiable to the Government on
an unrestricted basis or is the property of
the Government, or is or becomes available
from any source , including the proposer,
Without restriction.

§ 9-3.150-4 D isclosure outside Govern­
ment.

(a ) Policy , It is the policy of ERDA to
have proposals "evaluated by the most
competent persons available in Govern­
ment. In addition, ERDA frequently
~ts its evaluation needs by having
pr~als reviewed by evaluators out­
side the Government, such as , by con­
sultants. grantees. contractors, and con­
tractor organizations operating or man­
aging Government-owned facilities. Such
latter outside evaluations may be made
provided the requirements in (b) and
(c ) of this section are met. A decision
to employ outside evaluation shall take
into : ·~on~irl",." t ;~~ ..",...~-

consideration expressly indicates that
only Government evaluation is author­
ized and evaluation outside the Govern­
ment is nevertheless desired, the pro­
poser should be advised that ERDA may
be unable to give full consideration to
the proposal unless the proposer con­
sents in writing to"having the proposal
evaluated outside the Government.

(c) Agreement with evaluator. Where
it is determined to evaluate a proposal
outside the Government, such as, by
consultants, grantees and contractors in­
cluding those who operate or manage
government owned fa ::ilities , the follow­
ing agreement or an equivalent arrange­
ment for the treatment of the proposal
shall be obtained from the outside eval­
uator before ERDA furnishes a copy of
the proposal to such person. In addition.
care should be taken that the notice re­
quired by § 9-3 .150-3 is affixed to a cover
sheet attached to the proposal before it
is disclosed to the evaluator.

CoNDITIONS FOR EVALUATING PROPOSALS

Whenever ERDA furn ish es a proposal for
evaluation. the recipient agrees to use the
Information contained in the proposal only
for ERDA eva luation purposes and to treat
the Information obtained in confidence. This
requirement "does not apply to information
obtatnabre from any source, including the
proposer. without restriction. Any notice or
restriction placed on the proposal by either
ERDA or the' originator of the proposal shall
be conspicuously affixed to any reproduction
or abstract thereof and its provisions strictl y
complied with. Upon completion of the eval­
uation, the recipient shall re turn all copies
of the proposal and abstracts. if any, to the
ERDA office which initially furnished the
proposal for evaluation. Unless authorized
by the ERDA initiating office: the recipient
shall not contact the orrgmator of the pro­
posal conC!rning any aspect of Its contents.

§ 9-3.151 Identification of proprietary
data in proposals.

§ 9-3.151-1 Solicited proposals (in­
cluding PONs and PRDAs) .

Even though the statement of work
contained in a solicitation sets forth the
known requirements for technfcal data.
i.e .. technical data which will be specified
to be delivered. there is no assurance that
the contractor will deliver all of this data
because paragraph (e) of the Rights in..
Technical Data (long form ) clause of
I 9-9.202-3 (e ) (2) of these regulations
permits the contractor to withhold
propriet~n: da;e fr?ID-. deli~~T,Y.:. I!l~9,rwr""e
to ...W~,. oifice which initially furnished the

proposal for evaluation. Unless authorized
b y the ERDA initiating office: the recipient
shall not contact the originator of the pro­
posal conC!rnlng any aspect of Its contents.

§ 9-3.151 Identification of proprietary
data in proposals.

§ 9-3.151-1 Solicited proposals (in­
cluding PONs and PRDAs).

Even though the statement of work
contained in a solicitation sets forth the
known requirements for technical data.
i.e .. technical data which will be specified
to be delivered, there is no assurance that
the contractor will deliver all of this data
because paragraph (e) of the Rights in..
Technical Data <long form ) clause of
I 9-9.202-3 (e ) (2 ) of these regulations
permits the contractor to withhold
proprietary data from delivery. In order
to ascertain the technical data each
proposer intends to actually withhold as
proprietary data, and as an aid in deter­
mining whether to include the provision
for limited rights in proprietary data set
forth in nn~"ln,...nl - --- - - ..



mission of such list does not constitute
a stipulation or determination by the
Government that the data identified
therein are in fact proprietary. In addi­
tion, the proviSion to be included in the
solicitation refers to the Additional
Technical Data Requirements clause,
f 9-9.202-3 (c) of these regulations, as
being included in the proposed contract
where, due. to programmatic considera­
tions, it is contemplated that all of the
requirements for technical data will not
be known at the time of contracting.
When a proposer specifically identifies
the proprietary data to be withheld, the
contracting officer shall. as advised by
the appropriate program manager,
determine whether : (a) The Govern­
ment needs limited rights in the pro­
prietary data, in which case the optional
paragraph (g ) will be included in the
Rights in Technical Data (long form)
clause, (b ) The Government needs the
r ight to require contractor licensing of
proprietary data to the Government and
responsible third parties, in which case
optional paragraph (h) will be included
in the Rights in Technical Data (long
form) clause, and (c ) The Government
needs unlimited rights in the prop rie­
tary data, in which case negotiations
may be held to purchase or obtain a
suitable license in the proprietary data.

§ 9-3.151-2 Solicitations.

The following provision shall normally
be included in solicltations which may
result in con tracts calling for research .
development or demonstration work or
contracts for supplies in which delivery
of required technical data are con­
templated.

The section of this solicitation which
describes the work to be performed also se ts
for th ERDA's known requirements for
technical data. The Additional Technical
D&ta Requirements clause If included 1n this
solicitation. provtdes the Go vernment with
the option to order additional technical

"dat a, the requirements for which are not
known at_the time of contracting. There Is ,
however, a buUt-tn limitatlo:J. on the kind
of technical data which may be required .
This limitation Is found in paragraph (e ) of
the Rights in Technical Da ta clause which
provides that the contractor may withhold
delivery of proprietary data.

Accordingly , It Is necessary that you r pro­
posal state that the work to be performed
and the known requirements for technical
data as set forth In the solicitation have been
reviewed, and either state that to the best
of your knowledge, no data wUl be withheld,
or submit a list identifying the proprietary
data which to the best of your knowledge
wUl likely be used in the contract perform­
ance and will be withheld .

§ 9-3.151-3 Unwlicited proposals.
The contracting officer shall during

contract negotiations identify technical
data which will be required to be fur­
nished under the contract. In su ch
instance the proposer shall be required
as part of the negotiation record to sub­
mit a list identifying to the best of his
knowledge which of this data will be
withheld as proprietary under paragraph
(e) .or the Rights in Technical Data
(long form ) clause, or state that no
technical data will be withheld. The con-

The contraccuu, V~_h

contract negotiations identify technical
data which will be required to be fur­
nished under the contract. In such
instance the proposer shall be required
as part of the negotiation record to sub­
mit a list identifying to the best of his
knowledge which of this data will be
withheld as proprietary under paragraph
(e) .or the Rights in Technical Data
(long form) clause. or state that no
technical data will be withheld. The con-
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tracting oftlcer shall then make the
determinations, in the same manner as
set forth in t 9-3.151-1 above for eol1cited
proposals, perta1n1ng to the proprietary
data identified to be withheld.
§ 9-3.152 Ref(Uired notice of riPrtto

request patent waiver.

As set forth in § 9-9.107-4(a) (6) of
these regulations, o1ferors and prospec­
tive contractors are to be provided with
notice of and the right to request, 10
advance of or within 30 days after the
e1fective date of contracting, a waiver of
all or any part of the rights of the United
States with respect to subject inventions.
In no event will the fact that an offeror
has requested such a waiver be a con­
sideration in the evaluation of his offer
or the determination of his acceptability.
Accordingly, the following notice will be
-given to all prospective contractors and
will be 1n8erted in all solicitations which
mayresultincnntractscall1ng~rre­

.search, development or demonstration
work:

01ferors and prospective contractors in
accordance with applicable statutes and
ERDA Regulations (41 CFR 9-9.109-6)
have the right to request in advance of
or within 30 days after the effective date
of contracting a waiver of all or any part
of the rights of the United States in sub­
ject inventions -::i..--

PART 9-4-SPECIAL lYPES AND
METHODS OF PROCUREMENT

§ 9-4.5110-1 [Amended]
5. In § 9-4.511G-l.last line, delete por­

tion in parenthesis;
§ 9-4.5110-2 [Amended]

§ 9-4.511G-2, revise paragraph (11) by
changing the last sentence and paren­
thetical statement as follows:

The contractor or principal investiga­
tor may publish contract data If ap­
proved by ERDA in accordance with the
provisions .of the Patent Rights clause.
§ 9-9.107-5(a) <long form) or § 9-9.107-e
.(short form) . -;
II 9-4.5112-8 [Reserved]

6. In § 9-4.5112-8. delete in entirety
and change to-(Reserved)-.
II 9-4.5603 [Amended]

§ 9-4.5603(c) is revised as follows:
(c) The level at which a participant

cost shares' is a factor considered pur­
suant to grant of waiver of patent rights
under § 9-9.109-6.-;

PART 9-7-CONTRACT CLAUSES

II 9-7.5006-7 [Amended]
'I. section 9-7.5006-7 is revised as fol­

lows:
see paragraph (0) of the following

clauses: §9-9.202-3(e)(2). Rights in
technical data (long form); t 9-9.202-3
(g) (2), Rights in techn1cal data (short
form). and § 9-9.202-4(0) (2). Rights in
techn1caJ. data (facUity). -:

8. section 9-7.5006-8 is revised as fol­
lows:

lows;
see paragraph (c) of the IO.u.v ........

clauses: § 9-9.202-3(e) (2). Rights in
technical data (long form); t 9-9.202-3
(g) (2). Rights in techn1cal data (short
form). and § 9-9 .202-4(0) (2). Rights In
techn1caJ. data (facUity). -:

8. section 9-'1.5006-8 is revised as fol­
lows:



§ 9-7.5006-22 Palents--reporting of
l'Oyahies.

see I 9-9 .110-:
13. In § 9-7.5006-59, revise the text

appearing under the heading "Private
use of contract information and data"
88 follows :
§ 9-7.5006-59 Petvate use of contract

information and data.
Use of contract information or data

by the contractor for private purposes
is governed by subparagraph (b) ( 2) of
each Rights in Technical Data cla use
~ubpart 9-9 .2 -;

SCope of part.

Subpart 9-9.1-Patents

SCope of SUbpart.
[Reserved]
Authorization and consent.
Authorization and consent tor

8upplles or services.
Authortzatlon and consent in

contracts for research and de­
velopment or demonstratlon .

Patent indemnification of Gov­
ernment by contractor.

PAt.-n+ f_..a · _9-9.103-1

9-9.103

s-s.roo
9-9.101
9-9.102
9-9.102-1

9-9.102-2

SCope of part.

SUbpart 9-9.1-Patents

SCope of SUbpart.
[Reserved]
Authorization and consent .
Authorization and consen t for

8upplles..or'l/l.o;Wal:·uecessary to be
- -compatible with revised Part 9-9, "Patents ,

Data and Copyrights" 18 stlll under consid ­
eration for revision at a later date. Accord­
ingly, In the event of any con.tllct fou nd
to exist between Part 9-16 and re vised Part
~, the prov181ons of Part 9-9 shall govern.

17. ERDA Temporary Regulation NO.9
In the Appendix to 41 CF'R Chapter 9 is
revoked.

18. Part 9-9 in 41 CPR Chapter 9 is
revised to read as follows :

Part 9-9 Patents, Data, and Copyrights
Sec.
9-9.000

PART 9-59-ADMINISTRATION OF COST·
TYPE CONTRACTOR PROCUREMENT
ACTIVITIES

§ 9-59.004 [Amended]

14. In § 9-59.004, revise the item ap­
pearing In the 20th line under the sub­
heading· "Subject" 88 follows :

Patents, Data and Copyrights- ;
§ 9-59.004 [Amended]

15. In § 9-59.004, revise the ite m ap­
pearing In the 20th line under the sub­
heading "Reference"as follo ws :

Parts 9-9 .-:.;
16. In the Appendix to 41 CFR Chap­

ter 9. In Temporary Regulation No. 16,
published In March, 1976 (41 F'R 10606) .
In § 9-4.5804-4 (b ). change the referen ce
to "§ 9-3 .150-4" to u§ 9-3 .150-3 ".

NOTE.-Revision of Part "9-16. " Procure­
ment Forms" to the extent necessary t o be
compatible with revised Part 9-9, "Pa te nts.
Data and Copyrights" 18 stlll under con sid­
eration for revision at a later date . Accord­
ingly, In the event of any con.tllct found
to exist between Part 9-16 and revtsed Part
~, the prov181ons of Part 9-9 shall govern.

17. ERDA Temporary Regulation NO.9
in the Appendix to 41 CF'R Chapter 9 is
revoked.

18. Part 9-9 in 41 CPR Chapter 9 is
revised to read as follows:

Part 9-9 Patents, Data, and Copyrights
Sec.
9-9.000

s-s.ioo
9-9.101
9-9.102
9-9.102-1

§ 9-7.5006-8 Cop:r r i Kh" (~ial
works).

see § 9-9.202-3 (f) (2) which provides
for ownership by Government of data
lirst produced or composed In the per­
lormance of the contract.-;

§ 9-7.5006-10 [Amended]
9. section 9-7.5006-10 (d ) (7) is revised

as follows :
(7 ) Royalty payments and patent

costs:
(i) Royalties and other costs for use

of patents in accordance with FPR 1-15.­
205-36.

(li) Patent costs in accordance with
FPR 1-15.205-26 - ;
§ 9-7.5006-1% [Amended]

10. In § 9-7.5006-12 (d ) (7) is revised as
follows:

(7) Royalty payments and patent
costs :

(f) Royalties and other costs for use
of patents in accordance with FPR 1-15.­
205-36.

(11) Patent costs in accordance with
the FPR 1-15.205-26 -;

11. In § 9-7.5006-13 is revised as fol·
lows:
§ 9-7.5006-13 Rights in teehnleal data.

(a) Clauses ldfecting the Govem­
ment's acquisition and rights In technIcal
data are set forth In Subpart 9-9.2 and
are to be used as Indicated In the fol­
lOWing situations.

(1) For contracts with commercial
organizations, see § 9-9.202-3(c} and
'9-9.202-3 (e) (2);

(2) For contracts with nonprofit or
educational inst it ut ions or consult ants,
where no proprietary data is Involved,
see , 9-9.202-3 (g) (2) ;

(3) For facilities contracts, see § 9-9.­
202-4 (c) (2) ;

(4) For contracts calling for produc­
tion of books, motion picture or tele­
vision recordings or scripts, and the like,
see § 9-9.202-3<!> (2).

12. Revise § 9-7.5006-16 to 9-7.5006-22
Inclusive 88 follows:
§ 9-7.5006-16 Authorjzatj~n and con­

aent.

see § 9-9.102-1 (supply or service con­
tracts) and § 9-9.102-2 (research,devel­
opment or demonstr~ti0.n_c~~~~.wb anel
• ~ f...»:202-3 (e) (2) ;

(2) For contracts with nonprofit or
educational insti tutions or consultants,
where no proprietary data is Involved,
see , 9-9.202-3(g) (2) ;

(3) For facilities contracts, see § 9-9.­
202-4(c) (2) ;

(4) For contracts calling for produc­
tion of books, motion picture or tele­
vision recordings or scripts, and the like,
see § 9-9.202-3 <!> (2) .

12. Revise § 9-7.5006-16 to 9-7.5006-22
Inclusive 88 follows :
§ 9-7.5006-16 Authorjzatj~n and con­

aent.

see § 9-9.102-1 (supply or service con­
tracts) and , 9-9.102-2 (research,devel­
opment or demonstration contracts) .

II 9-7.5006-17 Patent indemn.Uication.

see § 9-9.103-1 (formally advertised
contracts) and § 9-9.103-3 (negotiated
contracts) .



9-9.202-1
9-9.202-2
'9-9 .202-3
9-9.202-4

"Sec.
9-9 .107-2
9-9.107-3
9-9.107--40
IHl.I07-6
9-9.10'Hl
lHl.I07-7
9-9.108
9-9.109
9-9.109-1
9-9.109 -2
9-9.109-3
1Hl.109--4
9-9.109-5

[Reserved]
Polley.
Procedures.
C1ll.Use for OODUaet. (10D« form).
Clause for oontracta(shart form).
Poretgn contraotll.

' I R~1
Administration of patent dauses.
Patent rights follow-up.
Follow-up by conteactor.
Follow-up by Government.
Bemed1es.
convef8noe of inTention rights

acquired by ~e Government.
9-9.109-6 Wa1vers.
9-9.110 Reporting of royalt1es.

SUbpart 9-9.2-Technlc:a1 Data and. Copyrights

ll-4l.200 SCOpe of lIUbp&rt.
9-9.201 DetInltlODJi.
9-9.202 AcqUisition and use of technical

data .
General.
Polley.
Procedures .
Procedures (Government-owned.

contractor' opented fac1l1i1eS) .
9-9.202-5 NegotiatIons and deViations.

AUTHORITY; Sec. lOti of the Energy Reorga­
n ization Act of 1974 (Pub. L. 93-438) .

§ 9-9.000 Scope of pIII'l.

This part sets forth pOlicies, instruc­
tions, and contract clauses pertaining to
patents, data, and copyrights in connec­
tion with the procurement of supplies
and services.

Subpart ~.l-Patents
§ 9-9.ioo Scope Gf 8ubP.U'\.

( 8,) This subpart sets forth pohcies,
procedures, and contract clauses with re­
spect to inventions made, conceived, or
utUized in the course of or under any
contracts, grants, agreements, under­
standings, or other arrangements en­
tered into with or for the benefit of
ERDA. ERDA's primary mission requires
the use of it.<; procurement process to in­
sure the conduct of research, develop- '
meht and demonstration leading to .the
ultimate commercial utilization of all ef­
ficient sources of energy. Accordingly,
ERDA 's mission is not oriented toward
reprocurement for Government use , ex­
cept where procurements are involved
with special classified programs or 1lhe
construction or imProvement of Goyern­
ment-owned facilities. To aceompllsh its
mission, ERDA must work in cooperation
with industry in the development of new
energy sources and in achieving the ul­
timate goal of widespread commercial
USe. To this end, Congress has provided
ERDA with an array of incentives to
Secure the adoption of the new technol­
ogy developed for ERDA. An important
incentive in commercia.1Jzing technology
is that provided by the patent system. As
set forth in these Regulations, patent in­
centives, including ERDA's authority to
waive the Government'spa"tent rights to
the extent provided for by statute, will
be utUized in appropriate situations 'at
the time of contracting to encourage in­
dustrial participation, foster commercial
utilization and competition and make the
benefits of ERDA's aetivities wid.!!ly
aftilable to the public. In addition to
Considering the waiver of patent rights

centives, including ERDA's autnorn.y ""
waive the Government'spa"tent rights to
the extent provided for .by statute. will
be utUized in appropriate situations 'at
the time of contracting to encourage in­
dustrial participation, foster commercial
utilization and competition and make the
benefits of ERDA's aetivities wid,!!ly
aTll.fiable to the public. In addition to
considering the waiver of patent rights
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at 'me time of eooiracting, ERDA wiD
also consider the incentive of a waiver
of patent rights upon the repOf'ting of
an "identified invention when requested
:by the cnnttaclor or the employee-in­
ventor with the permission of the con­
tractor. These requests can be made
whether or not a waiver request was
made at the time of contracting. Waivers
for identified inventions will be provided
where it is determined that the patent
waiver will be a real incentive to achiev­
ing the development and ultimate com ­
mercial utilization of inventions. Where
a waiver of the Government patent
rights is granted, either at the time of
contracting or upon request or after an
invention is made, certain safeguards
will be required by ERDA to protect the
public interest.

(b) Another major ERDA mission is
to manage the nation's uranium enrich­
ment and other classified programs,
where R&D procurements are directed
toward processes and equipment not
available to the public. To accomplish
ERDA 's programs for bringing private
industry into these and other special pro­
grams to the maximum extent permit­
ted by national security and policy eon­
stderations, it is desirable that the tech­
nology developed in these programs be
made available on a selected basis for
use In the particular fields of interest and
under controlled conditions by properly
cleared industrial and scientific research
institutions. To insure such availability
and control, the grant of waivers in these
programs may necessarily be more lim­
ited than in other ERDA programs.

§ 9-9.101 [Reserved]

§ 9-9.102 Authorization and consent,

(8) Under 28 U.s.C. 1498, any suit for
unauthorized use of 8 United States pat­
ent based on the manufacture or use by
or for the United States of an invention
described in and covered by a patent of
the Uutted states by a contractor or by
a subcontractor (at any tier) can be
maintained only against the Govern­
ment in the Court of Claims, and net
against the contractor or subcontractor,
in those cases where the Government has
authorized or consented to the manurac­
tm'e or use 01 the patented invention.
Accordingly, to insure that work by a
contractor or subcontractor under a
Government contract may not be en­
joined by reason of patent infringement,
authorization and consent shan be given
in Ule prime eontraet and shall apply to
all subcontraets thereunder as provided
below. The liability of the Government
for damages in such suit against it may,
however, ultimately be borne by a con­
tractor or subcontractor in accordance
with the terms of any patent indemnity
clause also included in the contract or
subcontract, and an authorization and
consent clause does not detract from any
patent indemnification commitment by

.a contractor or a subcontractor. There­
fore, both a patent indemnity clause and
an authorization IUId consent clause may
be included In the same contract or sub­
contract.

subcontract, anl1 an RU"uvu.,.. _

consent clause does not detract from any
patent indemnification commitment by
a contractor or a subcontractor. There­
fore, both a patent indemnity clause and
an authorization IUId consent clause may
be included In the same contract or sub­
contract.



<b) In certain contracting situations,
Reb as Ulose involving demonstrati on
projects, consideration should be given
to the impact of third party-owned pat­
ents covering technology that may be
incorporated in the project which m ay
uliniately affect widesprea d commercial
use Qf the project results. In such situa­
tions, patent counsel should be cons ulted
to determine what modifica tio ns . if any.
should be made to the utilizat ion of the
Authorization and Consent and Paten t
Indemnity provisions or what other ac ­
tion might be deemed appropria t e.

(c) An Authorization and Consen t
clause shall no t be used in contracts
where both complete performance and
delivery are to be outside the United
states, its possessions or Puer to R ico .
§ 9-9.102-1 Authorization and consent

in contracts {or su p p ltes or se n'ices.

The following con tract clamre shall be
included in all contracts for supplies or
services except when prohibi~d by § 9­
9.102(c) or in contracts for research , de­
velopment, or demonstration work and
in subcontracts thereunder in which the
clause in § 9-9.102-2 is required.

A UTH ORIZATION AND CONSENT

The Governmen t hereb y gives its au t h or ­
izatlon and consent (without prej udi ce to
any rights of in dem nification) for al l us e
and manufa cture. In t he performan ce of
this contract or 'any par t hereof or a ny
amendment aereto a any subcoctes ce h er e­
under (inc1udi~ any lower -t ier subcon ­
tract ) of any invention de scr ib ed in an d
covered by a patent of tbe Untted States (a)
embodied in t he stru ct ure or composition of
any a rticle the de I1very of which Is accept ed
by the Government under t hi s con t ract or
(b ) u tlllzed in t he machiner y, ,t ools or m et h ­
ods ~he use of which necessar Uy results from
eompl1ance by the Contractor or the usi ng
mbcontractor with (t ) specl1lcat tons or wri t ­
ten provisions DOW or hereafter f Ol'mlng a
pan of thls coatract, or (ll) specl1lc wr itten
lnstrllCtlons given by the contracting Officer
directing the manner of per1'ormance . T h e
entire I1abWty to t he Governmen t for In­
fringement a1. a patent of t he United St ates
ahall be de~rm1ned solely by the provisions
of the indemnity cla us es, 1f any, tneluded in
this contract or an y su bcontract hereu nder
(includin g all lower-tier subcontracts ) , and
the Government assmnes liability mr all
other infrtngement to the extent of the au­
thorization and consent hereinabove granted.

§ 9-9.102-2 Authorizat ion and consent
'In eontracll! for researeh, develop­
ment or clemoastration.

_gpa tro:Jl\t1Pul!:,rnrr~ W81&f ISAccepted
b y the Government under t h is cont rac t or
(b ) u tlllzed in the machinery, ,t ools or meth­
ods ~he use of which necessar ily results fr om
eompl1ance by the Contractor or the usi ng
mbcontractor with (I) specl1lcat tons or writ­
ten provisions DOW or hereaf ter fOl'mlng a
pan of thls coatract. or (ll ) specl1lc written
lnstrllC tlons given b y the contracting Officer
directing the manner of per1'ormance . The
entire I1abWty to the Government for In­
fringement a1. a patent of t h e United St ates
ahall be de~rm1ned solely by the provisions
of the indemnity cla uses, 1f any, mcluded in
this contract or any subcont ra ct h ereunder
(i ncluding all lower-tter subcontracts ) , and
the Gov ernment assmnes liability to: all
other infringement to the extent of the au­
thorization and consent her ein above granted .

§ 9-9.102-2 Authorization and co n sent
' In eontracll! for zeseaeeh, develop­
ment or clemoastration.

Greater latitude in the use of paten ted
invent ions may be necessary in a con­
tract for research, developmen t , or
demonstration work than in a contract
for supplies. Unless prohibited by § 9­
9.102(c) , the following C1 R lI"p ~h,,1 1 ho ,~

clause m§ 9-9. 1.02- 1 shall no t be
inclu d ed.

AUTH ORIZA TION AND CON S ENT

The Government h ereby gives i ts au t hor­
izat ion and consen t for all use and manu­
facture of any 11lvellt\on described in and
covered b y a patent of the United States in
the performance of t h 1s co ntract or any p art
hereof or any amendment hereto or any sub­
con tract hereunder (in cludin g al l lower-tier
s ubcontracts ) .
§ 9-9.103 P aten t ind em nifica tion of

Governm en t 'b y contractor.

In order that the Government may be
reimbursed for liability for patent in­
fringement arising out of or res ulting
from the performance of construction
contracts or con tracts for supplies. in­
cluding standard parts and componen ts
which n ormally are or have been sold or
offered for sa le to the public in the com­
m ercial open market , or which are the
same as such supplies with a re la tively
minor modification thereof, a clause pro­
viding for indemnification of the Govern­
ment shall be in cluded in such contracts
as well as in subcontracts, as appropriate,
in accordance with the instructions set
forth below. However, a Patent Indem­
nity clause normall y shall not be used in
contracts or subcontracts:

(a ) When the Authorization and Con­
sen t clause in § 9- 9.102- 2 applicable to
research, development , or demonstration
contrac ts is authorized , except that in
contracts calling also for supplies of the
kind described above, or for suppl ying
standard parts or componen ts , the Patent
Indemnity clause in § 9-9 .103-3 (b) may
be use d with respect to such supplies ; in
subcontracts thereunder , the Patent In­
demnity clause of § 9-9 .103-1 or 9-9 .103-3
<b) shall be used as appropriate.

(b ) When the contract is for suppli es
which clearly are not, or have n ot been.
sold or offered for sale to the public in
the commercial open market ;

(c) When both performance and
delivery are to be outside th e Uni ted
states, its possessions, or Puer to Rico,
unless the contract indicates that t he
supplies are ultimately to be shipped in to
the United States, its possessions or
Puerto Ri co, in whi ch cas e the instruc­
t ions of § 9- 9.103-1 or § 9-9.1 03-3 are ap­
plicable; or

(d ) When the contract is for an
amount of $10,000 or less (as a matte r of
administrative convenience, h owever , the
r.~'UsedvAthn~~~t'~-;uch sUP~li~;;ii'l

subcontracts thereunder, the Paten t In­
demnity clause of § 9-9 .103-1 01' 9-9 .103-3
<b) shall be used as appropriate.

(b ) When the con tract is for supplies
which clearly are not, or have not been ,
sold or offered fo r sale to the public in
the comm ercial open market ;

(c) 'Wh en both . performance and
delivery are to be outside th e United
states, its possessions, or Puer to Rico,
unless the contract indicates tha t the
supplies are ultimately to be shipped in to
the United States, its possessions or
Puerto Ri co, in which cas e the ins truc­
t ions of § 9- 9.103- 1 or § 9-9.103-3 are ap­
plicable; or

(d) Wh en the contract is for an
amount of $10,000 or less (as a matter of
administrative conveni ence. h owever, the
clause need no t be deleted where it is a
part of a standard form being use d for
such. con tracts . since it is self-dele ting) .

§ 9- 9.103-1 Patent indemnification in
form~J!y advertised contracts--com.



PATJ:NT INDDfNITY

If the amount of this contract is in excess
of $1 0,000, the Contractor shall indemnify
the ·Government and Its ofticers. agents, e.nd
employeee against llab1l1ty, including costs,
tor Intringement of e.ny United st&te6 le tters
patent (except U.S . letters patent Issued upon
an appl1catlon which Is now or may here­
&fter be kept secret or otherwise withheld
from Issue by order of the Government)

. arising out of the manufacture or delivery
of supplies or out of construction, altera­
tion modtiication, or repair of real property
(he;einafter referred to as "c onstruct ion
WOrk") under this contract, or out of the
use or disposal by or for the account of the
Government of such suppl1es or construction
work. The foregoing indemnity shall not ap­
ply unless the Contractor shall have been in­
formed as soon as practicable by t h e Govern­
ment of the suit or action alleging such
Infringement, and shall have been given such
opportunity as is afl"orded by applicable laws,
rules, or regulations to participate in the de­
fense thereof; and further, such indemnit y
8hall not apply to: (a) An Infringement re­
sulting from compliance with specific writ­
ten instructions of the Contracting Officer
directing a change in t h e suppnes to be deliv­
ered or in the materials or equipment to be
used, or directing a manner of performance
of the contract not normally used by the
Contractor; (b) an Infringement resuttmg
from addition to, or change in, such suppnes
or components furnished or constructton
wor k performed which addition or change
was made subsequent to delivery or perform­
ance by t h e Contractor; or (c) a claimed in­
fringement which Is se t tled wit hout t h e con­
sent of the Con tractor, unless required by
flnal decree of a court of compete n t jurtsdic ­
Uon.

§ 9-9.103-2 [Reserved)

Ii 9-9.103-3 Patent indemnification in
n egotiated contracts.

-The fact that a contract is negotiated
does not preclude inclusion of a Patent
Indemnity clause in such a contract, and
such clause may be included in negoti­
ated construction contracts and in con­
tracts for supplies when such supplies
normally are or have been sold or offer~

for sale to the public in the commercial
open market, or are such supplies with
relatively minor modifications m~e
thereto, or in contracts for supplying
standard parts or components.

(a ) Subject to the foregoing and to
the prohibitions in § ~9.103, the clause
tn § ~9.103-1 is approved for use in ne­
gotiated contracts for construction work
or supplies .

('b) Except as prohibited by § ~9.103,

the following clause is appropriate in re­
search, development, or demonstration
contracts when it has been determined
by ERDA in any particular contracting
situation that the contract will require
standard supplies sold or offered for sale
to the public on the commercial open
market or utilize the contractor's prac­
tices or methods which normally are or
have been used in providing goods and
services on the commercial open market.

PATENT INDEMNITY

The Contractor shall indemnify the Gov­
ernment. and its otlicers, agents, and employ­
ees agaJ.nst l1ablllty, including C06Ul, for in­
~rfngement or u.s. Letters Patent (excep t
U.s. Letters Patent Issued upon an applJca­
tiOn Which 18 now Of' may here&!ter be kept

inarket or utilize tIle CVU"u.~._. _ •

tices or methods which normally are or
have been used in providing goods and
services on the commercial open market.

PATENT INDEMNITY

The Contractor shall indemnify the Gov­
ernment and Its otlicers. agents, and employ­
ees agaJ.nst l1ablllty, including C06Ul, for in­
~rfngement or u.s. Letters Patent (except
U.s. Letters Patent Issued upon an applJca­
tiOn Which 18 now Of' may here&!ter be kept

9

9

secret or otherwise withheld from Iss u e by
order of the Government ) resulting from
the Contractor's : (a ) F'urnlshlng or sup ply­
ing standard parts or components Which
have been sold or offered for sale t o t h e p ub ­
lic on the commercial open market ; or (b)
utiliZing its normal practices or me thods
which normally are or have been used ' in
providing goods and services in the com m er­
cial open market, in the performan ce of th e
contract; or (c) utilizing any parts , compo­
nents, practices, or methods to the extent to
which the Contractor has secured Inde mni­
fication from llab1l1ty. The foregoing in dem ­
ni ty sball not . apply unless the Con tra ctor
shall have been Informed as soon as p ra cti­
cable by the Government of the suit or a c­
tion alleging such Infrin gement . an d shall
have been given such opportunit y as is af­
forded by applicable laws, rules , or re gula­
tions to partfctpate In the de fense thereof ;
and ' further, such indemnit y shall n ot
apply to a claimed infringement which
Is settled without the consent of the
Contractor, unless required by final decree
of a court of competent jurisdiCti on or to
an infringement resulting from additi on to
or change In such supplies or components
furnished or construction work performed
which addition or change was made su bs e­
quent to delivery or performan ce by the
Contractor.

§ 9-9.103-4 Waiver of indemnlt v b) ' th e
Goyernment.

If it is desired to exempt one or more
specified United States patents fr om the
Patent Indemnity clause in § 9-9 .103-1
and § 9-9.103-3 (b), concurrence for su ch
exemption shall be obtained from the
patent counsel assisting the procuring
activity, and the follo wing clause shall
be included in the contract, in addi t ion
to the Patent Indemnity clause.

WAIVER OF INDEMNITY

Any provision of this contract to t h e con ­
trary notwithstanding, the Governme n t
hereby authorizes and consents to the u se
and manurscture, solely In the performa n ce
of this contract, of any invent ion covered
by the United States patents Identified as
listed below. and waives indemnification by
the Contractor with respect to such paten Is :
(Identify the patents by number or by other
means if more appropriate ) .

§ 9-9.104 Notice and a ssi st ance.

The Government should be notified by
the contractor of all cla ims of infringe­
ment in connection with the perfonnance
of a Government contract which come to
the contractor's attention. The con trac­
tor should also assist the Governmen t, to
the extent of evidence and informat ion
in the possession of the contractor, in
connection wit.h any suit against the
Government, or any claims against. the'
Government made before suit has been
instituted, on account of any alleged pa t­
ent or COpyright infringement arisin g out
of or resulting from the performance of
the con tract, Accordingly, the following
clause shall be included in all con tracts
in excess of $10,000 for supplies, services,
construction. research, development, or
demonstration work . However, the clau se
shall not be included in contracts :

(a) Where both performs nce and de­
livery are to be outside the Uhited Sta tes,
its possessions, or Puerto Rico , unless the
contract indicates that the supplies are
ultimately to be shipped into the Uni ted
States, its possessions, or Puerto Rico; or

in excess 01 ~iU,vvv >v. ~~~r--- - .
construction. research, development, or
demonstration work. However, the clause
shall not be included in contracts:

(a ) Where both performance and de­
livery are to be outside the Uhited Sta tes,
its possessions, or Puerto Rico, unless the
contract indicates that the supplies are
ultimately to be shipped into the Uni ted
States, its possessions, or Puerto Rico ; or



(b) 01 $10.000 or les (811 a matter of
administt'atlve convenience. however. the
clause need not be deleted when it is part
of a standard form ~g used' for such
contracts since it is self-deleting).

NOTICE A:M1l AssurrAlfCli Rza.umt:!fG PllftN'!' .um
COPYBI"'iT IRnIlt'GIl'KElft

The Provls1ons of th1B clause llhall be ap­
pllcable oniy it the amount of this contract
exceeds t10,OOO .

(.. ) The Contractor Bha1l report to the Con­
tractlng Omcer. prompUy and in reeaonable
written deta.ll,"each notice or c1&1m of patent
or copyright 1n!rlngement b8eed on the per­
formance of thl& contra.ct ot Which the Con­
tractor has knowledge.

(b ) In the event of any claim or sult
against the Government on account of any
alleged patent or copyright In.fr1Dgement
arl&1ng out of the performance of thl& con­
tr&Ct or out of the use of any supplies
furnished or work or servicea performed here­
under, the Contractor shall furnish to the
government when requested by the Con­
tracting Omcer. all evidence and information
in possession of the Contractor pertaining to
such suit or cI.aIm. Such evidence and tnror­
mation shall be furnished at the expense of
the Government except where the Contrac­
tor has agreed to indemnity the Government .

(c ) This clause shaU be incJuded in all
subcontracts.

§ 9-9.105 [Reserved]

§ 9-9.106 Oa88ified inventions.

Unauthorized disclosure of classified
subject matter. whether in a patent ap­
plication or resul~ from \he issuance
of a patent, may be a violation of not
only the Atomic Energy Act of 1954, as
amended. and other laws relating to
espionage and national se curttv, but also
provisions pertaining to disclosure of in­
formation incorporated in the contract.
Accordingly. the foUowing clause shall be
Included in every contract which covers
or is likely to cover classified subject
matter.

cI.ASllIP'IEiI I1nlr:NTIoNS

(a ) The Contz-act« mall not fUe or cause
to be filed on any invention or discovery con­
cei ved or firs t actually reduced to practice in
the course of or under th1B contract in any
country other than the United States, an ap­
plication or regl&tratlon for .. patent Without
first obtaining writt:n approval of the Con­
inctlng 01licer .

(b) When fUing a pawnt application in the
United States on an invention or d..I.6covery
conceived or first actually reduced to prac­
tice in the course of or under this contract
the subject matter of which is classified for
Ftl8sons of security, the Contractor shall 00­
lil!l"Ve all appllcabJe security regula.tiOns eov- _
et'\W~IYtl:l1\,JsQ~fb.lfJ.g to"disClosure of in-

formation incorporated in the contract.
Accordingly. the foUowing clause shall be
Included in every contract which covers
or is likely to cover classified subject
matter .

CLAS8IJ'JEI) I1nlr:NTIoNS

(a ) The Contz-act« mall not fUe or cause
to be filed on any invention or discovery con­
cei ved or firs t ~tual1y reduced to practice in
the course of or under th1B contract in any
country other than the United States. an ap­
plication or regl&tntlon for .. patent Without
first Obtaining wrltt:n approval of the Con­
inctlng 01licer.

(b) When fUing a pawnt application in the
United States on an invention or d..I.6covery
conceived or first actually reduced to prac­
tice in the course of or under this contract
the subject matter of which is classified for
rtl8sons of security, the Contractor shan 00­
lil!l"Ve all applicable security regula.tions cov­
ering the tra.nsmtssi.on of c1&s811ied subject
mat.ter . When transm.lttlng the patent ap­
plication to the Un ited Btate6 Patent and
Trademark 01lice, the Contractor 8haU by
separate letter IdentUy by &gency and num­
ber the contract or contracts which reaulr"

connection with inventions. patents. and
related. matters based upon the Atomic
Energy Act of liSt, as amended (42 USC
2182) • and the Pederal NODDUClear
Energy Research and Development Act
of 1974 <42 USC 5908) ; and, to the extent
not inconsistent with the foregoing stat­
utes. the revised Presidential Memoran­
dum and Statement of Government
Patent Policy, August 23, 1971 (36 R.R.
16887-16892). section 152 of the Atomic
Energy Act provides that the title to in­
ventions useful in the nuclear energy
field made or conceived in the course of
or under a contract, subcontract, or ar­
rangement entered into for the benefit of
the Commission (now ERDA) shall be
vested in the Government. Government
rights in suea an invention may be
waived consistent with th.~ pOllcy of sec­
tion 152. In a similar manner, section 9
of the Federal Nonnuclear Energy Re­
search and Development Act provides
that title to inventions made or conceived
in the course of or under ERDA contracts
other than in the nuclear energy field
shall vest in the Government and that all
or part of the rights of the Government
in such inventions may be waived if it is
determined. in conformity with the pro­
visions of Section 9, that the interests of
the United States and the general public
will best be served by such waiver.
§ 9-9.107-2 [Reserved]

§ 9-9.]07-3 Poltcy,
(a ) Whenever any invention is made

or conceived in the course of or under
any contract of ERDA, title to such in­
vention shall vest in the United States
unless the Administrator or his designee
waives all or any part of the rights of the
United states. While waivers are to be
granted only in conformity with the
specific minimum considerations and
'under the carefully delineated conditions
!let forth in t 9-9.109-6. it is recognized
that waivers comprise a necessary part
of the commercialization incentives
aVailable to ERDA . It is intended, there­
fore, that waivers will be provided in ap­
propriate situations to encourage indus­
trial participation and foster rapid com­
mercial utilization in the overall best
interest of the United States and the
general pUblic. With regard to any waiv­
ers granted under this Part 9-9 . ERDA
shall maintain a publicly available. pe­
riodically updated record of such waiver
determinations.

(b ) In contracts having_asA.uU"~'k...
"'~finless" the Administrator or his designee

waives all or any part of the rights of the
United States. While waivers are to be
granted only in conformity with the
specific minimum considerations and
'under the carefully delineated conditions
!let forth in t 9-9.109-6, it is recognized
that waivers comprise a necessary part
of the commercialization incentives
aVailable to ERDA . It is intended, there­
fore, that waivers will be provided in ap­
propriate situations to encourage indus­
trial participation and foster rapid com­
mercial utilization in the overall best
interest of the United States and the
general pUblic. With regard to any waiv­
ers granted under this Part 9-9, ERDA
shall maintain a publicly available, pe­
riodically updated record of such waiver
determinations.

(b ) In contracts having as a purpose
the conduct of research, development or
demonstration work and in other special
contracts, the Government shall nor­
mally acquire title in and to any inven­
tion or discovery conceived or fir!:t SIP-
+...... , , -- --~ _. _ .



the grant of an excl usive license in the
in vention.

(c) In contracts having as a purpose
the conduct of research . development or
demonstration work and in other special
contracts the Government may have to
acquire the, right to require licensing of
background patent r igh ts by the con­
tractor to insure reasonable public avail­
ability and accessibility necessary to
prac t ice the subject of the con tr act
in the fields of technology specifically
contempla ted in the con tract effort.
The need for background patent righ ts
and the part icular rights that should
be obtained for ei ther the Govern­
ment or the public will depend upon
the type, purpose, and scope of the con ­
tract effort, and the cost to the Govern­
ment of obtain in g such rights. Accord­
ingly, the-background patent rights pro­
vision which will be appropriate for
many con tract situations is in cluded in
the P atent Rights clause.

(d) Nothing in this Part 9-9 shall be
deemed to convey to any individual,
corporation or other business organiza­
tion immunity from civil or criminal li ­
abilit y, or to create defenses to actions
under the anti trust laws .
§ 9-9,107-4 P rocedures,

( a) Select ion of Patent Rights
clause.-(l) Whenever a contract, SUb­
con tract or oth er arrangement has as a
purpose the conduct of resea rch, devel­
opment or demonst rat ion work, the op ­
erat ion of a Government-owned research
or product ion facility , the furnishing of
architect-engineer, design or other spe­
cial services, or the coordination and di­
rection of the work of others , the con­
tractmg officer sh all include in the pro­
pos ed contract either the Paten t Rights
clause of § 9-9.1 07-5(8,), or the cla use of
§ 9-9. 107- 6. The clause set for th in § 9­
P.I0 7-6 may be used on ly in contracts
calling for basic or appli ed research work
with n on -profit or ed uca t ional institu­
tions or in certain cons ultant contracts
as set forth in paragraph (a) (5) of this
sect ion .

(2) The Patent R ights cla uses of
§ 9-9.107-5 (a) and § 9-9.107-6 provide
that the Government shall a cquire title
to each Inven t ion made (L e., conceived
or firs t actually reduced to practice) in
the course of or under the contract.
However, the contracto r shall retain in
such invention a nonexclusive, revocable
license, and subject to ERDA security re­
quirements and regulations. may file and
retain ti tle in any fore ign countrz in
which the Governmen t does not elect to
secure patent ligh ts. The c on tractor or
the inventor may also retain greater
rights than these after an invention h as
been identified and reporte d to ERDA if
th e Administrator or his designee deter­
mines that the in te rests of the Un ited
States and the general public will best
be served by eo waiver of such r igh ts .
utilizing the considerations set forth in
§ 9- 9.109-ti .

( 3 ) The Patent Rights cla uses shall
normally in clu de the provtsfons set forth
in pamgmph. m of the clause in § 9-9.­
107...lHa) and p lURgrn,p h ( f) of the clause
ill § 9--9.107-a. If t he contract in g otncer
iletennines that the work to be per-

-
the Administrator or llUl .... w . ..... _

mines that the interests of the United
States and the general public will best
be served by eo waiver of such r igh ts,
utilizing the considerations set forth in
§ 9-9.109-6.

( 3 ) The Patent Rights clauses shall
normally in clu de the provtstons set forth
in pamgmph m of the clause in § 9-9.­
107-5 (a) and p lURgrn,p h ( f) of the clause
ill § 9·-9.107-a. If the con tract in g otncer
iletennines that the work to be per-
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formed under the contract would not be '
useful in the production or utilimtion of
special nuclear material or atomic
energy, paragraphs (1) or (n may be
omitted.
• ( 4 ) The primary missions of ERDA
may require . that certain rights in the
contractor's privately developed back­
ground patents be aocutred for the Gov­
ernment's future production. research,
development and demonstration proj­
ects. Similar rights may also be required
to enable private parties to utilize a sub­
ject of the contract in the fields of tech­
nology specifically contemplated in the
contract effort. To this end. subject to
specified exceptions and negotiations,
the Patent Rights clause in contracts'
over $250,000 shall normally include
provisions ootaining rights of the type
specified in § 9-9.107-5 to such back­
ground patents. It is recognized that the
precise rights to be acquired will depend
upon the facts of each situation and are
a matter for determination by ERDA
and for negotiation with the contractor.
General guidelines for use by contract­
ing officers and contract negotiators are
provided in § 9-9 .107-5 (b L ,

(5) The short form Patent Rights
clause in § 9-9.107-6 ma.y be used in con­
tracts calling for basic or appliedre­
search where the contractor is a non­
profit or educational institution. and in
special situations such , as consultant
contracts . However, this clause will not
be used in contracts calling for the op­
eration of Government-owned facilities,
contracts in which an advance waiver or
greater rights has been granted, in cer­
tain consultant contracts as explained
in § 9-9 .107-6 , or In other special con­
tracts.

(6 ) Solicitations and proposed con­
tracts shall provide offerors and prospec­
t ive contractors with notice of and ~e

right to request, in advance of or within
30 days afier the effective date of con­
tracting, a waiver of all or any part .of
the rights of the Un1ted States with re ­
spect to subject inventions. In no event
will the fact that an offeror has re­
quested such a waiver be a consideration
in the evaluation of his offer «the
determinatJ.on of hiI; acceptability. U an
advance w&iver Js granted, 1;he Pasent
Rights clause of § 9-9.107~(a) shall be
utilized and appropriately mod1:fied in
accordance with the 'terms pf llUCh
waiver. To provide adequate notice to
prospective conkactors or offerors, the
follOWing provision will be inserted in all
solicitations which may result in con­
tracts calling for research, uevelopment
or demonstration:

Olferors and prospective contractors in ac­
cordance with appueable statutes and BBDA
Regulatlon.s(41 CPR 9-8.101Hl) lIave the
right to request in advance of or wtth1n 30
days after the elfectlve date of oontract1llg
a waiver of an or any part of the rtghta 'o!
~e Unlted:States in SUbject inventton.s.

(7) Under its Aeoess Permit 'Program,
ERDA may make Restricted Data appli­
cable to civil uses of atom1e~ergy avail­
able to persons reqU1rlng such data for
use in ~eir business, trade 01' profession.
Under such programs, the special ierrris

,l:\A::::e; ............... - - ,
right to request in advance 01 or ............. _
days after the elfectlve date of oontract~
a waiver of an or any part of the rtghta 'o!
~e United:States in SUbject inventton.s.

(7) Under its Aeoess Permit 'Program,
ERDA may make Restricted Data appli­
cable to civil uses of atom1e~ergy avail­
able to persons reqU1rlng such data for
use in their business, trade 01' profession.
Un der such programs, the special ierrris



and conditions of the i;ype set forlh in
19 CFR 725.23 (b) .and (d ) should be
WiEld iD&tead of tbeprovisions set forth
in this Part. .

Q» Lice1l.Se f01'th.e Government,
St4tes and d.omestic municipal uovern­
ments. Whena waiver is granted or for­
eign righ~ are reta.ined by either the
contractor or the inventor, the Govern­
ment shall retain for the United States,
States, and domestic municipal govern­
meats at least a paid-up, nonexclusive,
irrevocable license in all applicable in­
ventions unless the Administrator or his
designee determines that it would not be
in the public interest to acquire such
righ~ for the States and domestic mu­
nicipal governments. Requests by con­
tractors for such determinations, to­
gether with a justification therefor, shall
be submitted to the contracting officer.
The contracting officer shall refer such
requests to the patent counsel assisting
the procuring activity for forwarding the
request, along with appropriate com­
ments and recommendations, to the A!5­
sistant General Counsel for Patents to
serve lIS a basts for a determination by
the Administrator or his designee.

(c) Right to mblicense foreign Gov­
ernments. The Patent Rights clause does
not provide the Government with the
right to grant SUblicenses to a foreign
government pursuant to any treaty or
agreement in subject inventions to which

. the contractor has been granted greater
or foreign rights. The Administrator or
his designee may detennine at the time
ot contracting that it would be in the
national interest to acquire this right, or
he may :reserve the Tight to make this
determination after the invention is
identified. When such a determination is
made or such right is 1'el!erved,the
Patent Rights clause should be amended.
as set forth in § 9-9.107-5 (d ) .

£d) License rights .<al,pon request) to
the contractor. Paragraph (c) o! the
Patent Rights (long form) clause of
§ 9-9.107-5 (a) sPecifies tltelicense rights
retained by the contractor in inventions
made In the course of or under the con­
tract. In appropriate circumstances, such
as in contracts for the operation of Gov­
ernment-owned facUities or special long
term, cost reimbur!lermmt Government­
funded research, development or dem­
oostra.tion work, ibis provision shall be
mOdified to provide a revocable, nonex­
clusive, royalty-free lieense in tnventtons
only upon request by the contractor for
reservation of such UCen&LTt)_I:Wl&-~e"'....u"
---oerermination after the invention is

identified. When such a determination is
made or such right is 1'el!erved,the
Patent Rights clause should be amended.
as set forth in § 9-9 .107-5 (d ) .

£d) License rights .(.&I,POn request ) to
the contractor. Paragraph (c) o! the
Patent Rights (long form) clause of
§ 9-9.107-5 (a) specifles tltelicense rights
retained by the contractor in inventions
made In the course of or under the con­
tract. In appropriate circumstances, such
as in contracts for the operation of Gov ­
ernment-owned facUities or special long
term, cost reimbur!lermmt Government­
funded research, development or dem­
oostra.tion work, ibis provision shall be
mOdified w provide a revocable, nonex­
clusive, royalty-free lieense in tnvenuone
only upon request by the contractor for
reservation of such Ucense. m such sit­
uations, the paragraph set forth in I 9­
:U07--5(e) 6hall be substituted for para­
graph (c) (1) of the Patent Rights GOng
form ) clause. However, in programs of
the type d1scUBSed in § 9-9.107-4(Q) ('7)
.... - £- -- -"- .

tbecontractor in such in ventions are re­
vocable. In special circumstances the li­
cense may be irrevocable, in whi ch cas e
the paragraph (c) (1 ) set forth in § 9­
9.l07-5(f) shall be substituted for par­
agraphs ( c) (1), (c) (2) and (c) ( 3) of
the P-atents Rights ( l ong form) clause.
Since -grantmg irrevocable licenses may
interfere with ERDA's licensing progra m
which is intended to promote the com­
mercial utilization of inventions result­
ing from its research , development , or
demonstration programs, contractors
desiring irrevocable licenses shall sub­
mit a written request with a justifica tion
to the contracting officer. The contract­
ing officer shall refer such requests to the
patent counsel -assisune the procuring
activity for forwarding the request ,
ilong with appropria te commen ts and
recommendations to the Assistant Gen­
eral Counsel for Patents to serve as a ba­
sis for approval by the Administrator or
h is designee.

( f) Contractor sublicensing. The right
ofa contractor having a license as set
forth in paragraphs (d). and (e) of this
section to grant a revocable license to
one or more sublicensees may be con ­
side re d appropriate by the Administra­
tor or his designee in certain circum­
stances, such as , for ~ample, where the
contractor is cost sharing ; where the
contractor's con trol or involvement in
the technology which is the subject of
the contract is substantial ; where the
reservation of licensing rights in the
contractor would best promote commer­
cialization or utilization of the technol­
ogy, or' where substantial segments of
the user population already h ave licenses
or would otherwise be licensed. In such
situations, the pa.r~raph in § 9-9.107-5
(g) (1 ) may be substituted for para ­
graph (c) (1 ) of § 9-9.107-5 (a) , or the
paragraphs in § 9-9.107--5 (g) (2) may be
substituted for paragraphs ( c ) (1 ),
(c) (2 ), and (c) (3) of § 9-9.107--5 (a) , as
appropriate.

(g ) Facilitie3 license. Whenever a con­
tract has as a purpose the design, con­
struction or operation of a Government­
owned research, development, demon­
stration, or prod'Uction facility , it is
necessary that the Government be ac­
corded certain lights with respect to
further use of the facility by or on be­
half of the Government upon termina­
tion of the contract, including the right
to make, use, transfer, or otherwise dis ­
pose.l)f Jill .P..1:ti~~l'>4.tDSr.am;lal segments of

the user population already have licenses
or would otherwise be licensed. In such
situations, the pa.r~raph in § 9-9.107-5
(g) (1 ) may be substituted for para­
graph (c) (1) of § 9-9 .107-5 (a) . or the
paragraphs in § 9-9.107--5 (g) ( 2) may be
substituted for paragraphs (c ) (1),
(c) (2 ), and (c) (3 ) of § 9-9 .107--5 (80) , as
appropriate.

(g) Facili tie3license. Whenever a con­
tract has as a purpose the design, con­
struction or operation of a Government­
owned research, development, demon­
stration, or prod'Uction facility, it is
necessary that the Government be ac­
corded certain lights with respect to
further use of the facility by or on be­
half of the Government upon termina­
t ion of the contract, including the right
to make, use, transfer, or otherwise dis ­
pose of all articles, materials, products,
or processes embodying inventions or
discoveries used or embodied in the fa­
c1l:1ty regardless of whether or not con­
ceived or actually reduced to practice
under or in thp 1'".. ...,,, ~~ •. --,.



work. However, the Parent Rights clause
contained in the prime contract is not
to be 'deemed automatically appropriate
for subcontracts. For example, it would
not be appropriate to the extent that
waivers have been granted the prime
contractor at the time of contracting. A
separate waiver, if any, must be obtained
by subcontractors. Further, the with­
holding of payment provision of the
prime contract will not normally be in­
cluded in a subcontract except upon re­
quest of the contracting officer and ex­
cept for subcontracts awarded by con­
tractors who operate Government-owned
facilities and for other special contract­
ing situations in which cases the with­
holding of payment provision may be
:flowed· down to the first tier subcon­
tractor only. Whenever either the prime
contractor or a proposed subcontractor
considers the inclusion of the 'Patent
Rights clause of § 9-9 .107-5(a) or
§ 9-9 .107-6 to be "hlappropriate, or the
subcontractor refuses to accept such a
clause in its subcontract, the matter
shall be referred prior to award of the
subcontract to the contracting officer for
resolution in accordance with § 9-9 .107­
4(k). Upon such referral, the same con­
siderations and procedures followed in
selecting the appropriate Patent Rights
clause included in the prime contract
shall be used in selecting the subcontract
clause.

(2) Contractors shall not use their
ability to award subcontracts as eco­
nomic leverage to acquire rights for
themselves in the inventions resulting
from SUbcontracts, and a waiver granted
to a prime contractor is not normally
applicable to inventions of subcontrac­
tors. However,in appropriate circum­
stances the prime contractor's waiver
may be made applicable to the inventions
of any or all subcontractors, such as, for
example, where there are pre-existing
special research and development ar­
rangements between the prime contrac­
tor and subcontractor; or where the
prime contractor and subcontractor are
partners in a cooperative effort. In addi­
tion, In such circumstances the prime
contractor may be permitted to acquire
nonexclusive licenses in the subcontrac­
tor's \Dventions when a waiver for sub­
contractor inventions is not applicable.

(1) Record of decisions. Patent Coun­
sel assisting the procuring activity shall
record the basis for the following ac­
tions: (1) ' Waivers at the time of con­
tracting; (2) Waivers.granted on identi­
fied inventions; (3) Determinations that
no license need be obtained for States or
domestic municipaJ governments ; (4)
Determinations that the right to subli­
cense foreign governments should be ob­
tained; and (5) The grant of irrevocable
licenses. •

(j) Publication of inventiOn disclo­
sures . The Patent Rights clauses specify
that the Government may dUPlicate and
disclose Invention disclosures reported
under the contract, although it is not
ERDA's practice to publish invention dis­
closures. Since public disclosure before
the filing of a U.s. patent application
may create a bar to filing certain foreign

cense IUJ·t:15...... &'"", ...... _

tained; and (5) The grant of irrevocable
licenses. •

(j) Publication of inventiOn disclo­
sures . The Patent Rights clauses specify
that the Government may duplicate and
disclose Invention disclosures reported
under the contract, although it is not
ERDA's practice to publish invention dis­
closures. Since public disclosure before
the filing of a u.s. patent application
may create a bar to filing certain foreign
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applications, the clauses also require that
patent approval. for release or publication
of information relating to the contract
work be secured from pe.tent counsel
prior to any such release or publication.
When the contractor has requested or
obtained a waiver, or has advised of its
interest in obtaining certain filing rights,
provision is made for ERDA to use its
best efforts to withhold release or pub­
lication of such information for a speci­
fied time period In accordance with para­
graph (d ) (1) of the clause in § 9-9.107­
5(80) to permit the timely filing of a U.S.
patent application by the contractor.

(k) Negotiations and deviations. Con­
tracting officers shall contact the field
patent counsel assisting their activity or
the Assistant General Counsel for Pat­
ents, for assistance to the contracting
officer in selecting, negotiating or ap­
proving appropriate patent, copyright,
and data clauses. It should be noted that
such clauses may be involved in and
affected by the negotiations for a patent
waiver. In the case of field activities,
patent counsel will coordinate such re­
view and assistance with the Chief couo­
sel in accordance with established l~al

procedures. Any intended departures or
deviations from the policy. procedures, or
the clauses specified in thiS" Part 9-9
which shall constitute a deviation from
these regulations or from the Federal
Procurement Regulations shall be re­
ferred by the Contracting Officer to the
AsststantGeneral Counsel for Patents for
review and concurrence prior to obtain­
ing approval in accordance with § 9­
1.109-2. A deviation amounting to a class
deviation to the FPR or the ERDA-PR
shall be forwarded through the Assistant
General Counsel for Patents to the Direc­
tor of Procurement as provided in § 9­
1.l09-2(b) .

§9-9.107-5 Clause for contracts (long
form).

(a ) Patent rjghts clause. When the'
contracting officer has determined that
a contract falls within § 9-9.107-4(80)(1),
except where the clause of § 9-9.107~ is
applicable, the followtng clause shall be
included In the contract.

PATENT RIGHTS

(a) Definitions. (1) "SUbject Invention"
means any invention or c11Bcovery or the
contractor conceived or tl.r5t actually reduced
to practice in the course er or under this
cont.Tact, and includes any art. method, proc­
ess . machine, manufacture, design, m' com­
position of matter, or any new and useful
Improvement thereot, or &Ily variety or
plants. whether patented or unpatented un­
der the Patent Laws of the United States of
America or any foreign country.

(2) "Contract" means any contract. grant,
agreement, understanding, or other arrange­
ment. which Includes research, development.
or demonstration work, &Ild includes any as­
signment or substttution at parties.

(3). "St ates and domestic municipal gov­
ernments.. means the States ot the United
States, the District ot Columbia, Puerto Rico,
the Virgin Islands, American Samoa, Guam.
the Trust Territory of the Pacific Islands,
and any ' pounca; subdivision and agencies
thereof.

(4) "Government agency" Includes an ex­
ecutive department, independent ' commie­
sion, board, omce, age1Jcy, admlnistratton.

or aemOl.U>Lo.Lca ..........._ .. __
stgnment or substttution of parties.

. (3). "States and domestic municipal gov­
ernments.. means the states of the United
States, the District at Columbia, Puerto Rico,
the Virgin Islands. American Samoa, Guam.
the Trust Territory of the Pacific IsI&Ilds.
and any ' politicaJ subdivision and agencies
thereof.

(4) "Government agency" Includes an ex­
ecutive department, independent ·eommis­
ston, board. otfice, &ge1Jcy, administration,



authority, Government corporation, or other
Government establishment of the Executive
Branch ot the Government of the United
States of America.

(5) "To the POint of practical appl1ca.tlon"
means to manufacture 111 the case of a. com­
:Po61tlon or product, to practtce In the case of
a process, or to operate in the case of a. ma­
chine Bond under such conditions as to estab­
lish tha.t the invention is being worked and
tha.t Its beneflts are reasonably accessible
to the public. ,

(6) "Patent COunsel" means the ERDA
Pa.tent Counsel assisting the procuring ac­
tiVity.

(b) AllOcation Of principal rights.-(I)
Assignment to the Government. The Con­
t.ractor a.grees to assign to the Government
the entire right, title, and interest through­
out the world in and to each Subject In­
vention, except to the extent tha.t rights a.re
retained by the Contractor under-paragraphs
(b) (2) and (c) of th is clause.

(2) Greater rights determinations , T he
Contractor or the employee-Inventor with
authorization of the Contractor may request
greater rights than the nonexclusive I1cense
and the foreign patent rights proVided In
pa.ragraph (c) ot this clause on Identified
inventions . in accordance with oU CPR
9-9 .109-6. Such requests must be submitted
to Patent Counsel (with notlftcatlon by
Pa.tentCounsel to the Contract1ng Oftlcer)
a.t the time of the fl.rst disclosure pursuant
to pa.ra.gr&.ph (e) (2) ot this clause, or not
la.ter than 9 months after conception or flrst
a.ctual reduction to practice, Whichever
occurs flrst, or such longer period 8B may
be authorized by Patent Counsel (with notl·
fication by Patent Counsel to the Contract­
ing Officer) for good cause shown in writing
by the oontrector.

(c) Minimum rights to the contractor.-
. (1) Contractor license. The Contractor
reserves a revocable, nonexclusive, paid-Up
llcense in each patent application flIed in
any country on a Subject Invention and any
resulting patent iIi which the Government
acquires title. The llcense shall extend to
the Contractor's domestic subsidiaries and .
&lIlIlates, If any, within the corporate struc­
ture of which the Contractor is a part and
shall Include the right to grant sublicenses
of the sa.me scope to the extent the Con­
tractor was legally obligated to do 60 at the
time the contract was awarded. The license
shall be transferable only with approval of
ERDA except when transferred to the suc­
cessor of that part of the Contractor's busi­
ness to which the invention pertams.

(2) Revocation limitations . The Contrac­
tor's nonexctuatve license retained pursuant
to paragraph (c) (1) ot this clause and sub­
licenses granted thereunder may be revoked
or mod1fl.ed by ERDA, either in whole or in
part, only to the extent necessary to achieve
eXpeditious practical appl1catlon of the Sub­
ject Invention under ERDA's published 11­
censtne re2Ulattnn .c: 1 11\ ~_ ... o .. ...... u -.;;-, ,lJtuU-Up

ucense In each patent appl1catlon IDed in
any country on a Subject Invention and any
resulting patent IIi which the Government
acquires title. The llcense shall extend to
the Contractor's domestic subsidiaries and .
&lIlIlates, If any, within the corporate struc­
ture of which the Contractor Is a part and
shall Include the right to grant subllcenses
of the same scope to the extent the Con­
tractor was legally obligated to do 60 at the
time the contract was awarded. The license
shaH be transferable only with approval of
ERDA except when transferred to the suc­
cessor of that part of the Contractor's busi­
ness to which the Invention pertams.

(2) Revocation limitations. The Contrac­
tor's nonexcluelve license retained pursuant
to paragraph (c) (1) of this clause and sub­
licenses granted thereunder may be revoked
or mod1fl.ed by ERDA, either In whole or in
part, only to the extent necessary to achieve
expeditious practical appllcatlon of the Sub­
ject Invention under ERDA 's published li­
censing regulations (10 CFR 781) , and only
to the extent an exclusive license is actually
granted. This license shall not be revoked In
that fleld of use and/or the geographical
areas in which the Contractor, or Its sub­
llcensee, has brought the invention to the
point of nrIU""H",~1 - -_ .. . -

the Contractor, after such notice to show
cause Why the license or an;y subUceDse
should not be modlfted or re v0ke4. Xhe -Con­
tractor shall have the ' right to appeal, in
accordance with 10 CFR 781, llJly l1ecWon
concernmg the ' JDOd1ficatlOtl l)r .Jlemtlon
of his license or any suoucense. .

(4 ) Foreign patent rights. Upon written
request tAt Patent Counsel (with notlfi.catlon
by Patent Counsel ·to the Con tracting om­
cer ) , In a.ccordance with paragraph (jl ) (2 ) (i)
of this clause, and subject to ERDA security
regulatlon£ and requirements, there shall be
reserved to the Con tractor, or t he employee­
inventor with author lzation 01 the Contrac­
tor, the patent r igh ts to £ SUb) ect Invention
in any foreign country where the Go vern­
ment has ele cted not to secure such rights
provided :

(I ) The r ecipien t of such l1ghts, when
speclftcally requested by ERDA and three
years after issuan ce of a fo r eign .patent dis­
clostng said Subject J:nventlon, shall furnish
ERDA a report setting forth:

(A ) -T he commercial use that is being
made, or is intended to be made, of said
tnventton, and '

(B) The steps..:taken'to bring the inven­
tion to the point or 'Prac~Cal applicat ion or
to make the invention avaUable··for licensing.

(ll ) The Go vernment shall re t ain at least
an irrevocable , n onexclusive, p aid-up license
to make, use, and sell the invention t hrough ­
out the world by or on behalf ot the Govern­
ment (in clu d in g any Government agency )
and States and domestic municipal .gover n ­
ments, unless the Admlntstrator or his des ig­
nee determines that -It woul,j not be in the
public Interest to acquire the license "for the
States arid domestic municipal go vernments.

(111) SUb ject to t he rights granted In (c)
(1), (2) and (3) of t h1s cla us e, t he Admin­
istrator or his designee Shall have the right to
terminate the- foreign patent -rtgtrts granted
in this paragraph (c) (4 ) In whole or In part
unless the recipient of such rights demon­
strates to the satisfaction of the Administra­
tor or his designee t hat e1!ectlve steps neces­
sary to accompllsh substantial utillzation of
the Invention M ve been taken or wltl)ln a
r eason able time wUl be taken.

(Iv) Sub:tect to the r ights granted In (c )
(1). (.2) , and (3) of this clause, t he Adminis­
trator or hl.s designee shall h ave the right,.
commencing four years after "foreign patent
rights are accorded under this paragraph
(c) (4), to require the granting of a nonex­
clusive or partially exclusive Ilcense to a
responsible applicant or appll.cants, u pon
terms reasonable under t he circumstances
and in appropriate circumstances to termi­
nate said foreign patent rights tn whole or
in part, follOWing a hearing upon ' notice
thereof to the public, upon a petitIon by
an interested person justlfying such hearing :

(A) If the Admln1strator or his designee
~~te~nes, UPO? _r~!l.t~ ~r..~t'.rrg'ltts"'granted

in this paragraph (c) (4 ) In whole or In part
unless the recipient of such rights demon­
strates to the satisfaction of the Administra­
tor or his designee t hat e1!ective steps neces ­
sary to accomplish su bstan t ial u t lllzat ion of
the invention Mve been taken or wltl)in a
r eason able time wlll be taken.

(iv) SUb:tect to the rights gr anted In (c )
(1), (.2), an d (3 ) of t h is claus e, the AdmInis­
trator or his designee sball h ave the right, .
commencing four years after "foreign patent
rights are accorded under this paragraph
(c) (4), to require the granting of a n onex­
clusive or partially exclusive llcense to a
responsible appllcant or appll.cants, u pon
terms reasonable under t he circumstances
and in appropriate circumstances to termi­
nate said foreign patent rights in whole or
in part, fo llOwing a h earing upon ' notice
thereof to the publlc, upon a petition by
an Interested person justlfylng such hearing :

(A) If the Administ rator or his designee
determines, upon reView of such material as .
he deems relevant, and after -the reeiplent
of such rt ghts, or other interested person, has
had the apportuhlty to proVide such relevant
and material lnformation as the Administra­
tor or his designee may require. that such
foreign patent rll(hts bAV" ....- .. - .. - _. :



grll.ph (c) (4 ) of 'this clause, a request may
also be made for the right to file and pros­
eeute the U.S. a{>plicatlon on beh&lf of the
U.S. Government. If such request is granted,
the Contractor or in'l'entor shall file Il. domes­
tic patent application on the invention
wUihin 6 'montbs &tter the request for foreign
patent rights is granted, or such longer pe­
riOCl of time lIS may bee.p~ by the Patent
Counsel for good cause shown in writing by
the requester. With respect to the invention,
the requester shaJ.l promptly notify the Pat­
ent -Oounset (with notification by Patent
Counsel to the Contracting Officer) of any
deds.ton not to file anappllcatlon.

{2) Pol' Il80Ch Subject In'\'eZItlon on which a
domestic patent application ts filed by the
Contractor or inventor, the Contractor or In­
-ven t or shall :

(I) ,Wit hin 2 months siter the filing or
Within 2 months &fter submission of the In­
vention d18closure if the patent application
previously has been filed, deliver to the Pat­
ent Counsel a copy of the application as filed
including the filing date and serial number;

(11) Within 6 months &fter filing the ap­
pUcat16n or within 6 months &fter submitting
the invention disclosure If the ,It.pp llca tlon
has been filed prevtously, deltver to the Pat­
ent Counsel a duly executed and approved
AR;lgnment to the Government, on a form
specified by the Government;

(111) Provide the Patent Counsel with the
original patent grant promptly after a patent
Is Issued on the application; and

(Iv) Not less than 80 days before the ex­
piration of the response period for any ac­
tion required by the Paterrt and Trademark
Office, notify the Patent Counsel of any de­
c1sion not to continue prosecutton of the ap­
plication.

(8) With respect to each Subject Invention
In which the 'Contractor or Inventor has re­
quested foreign patent rights, the oontractor
or inventor shall file a patent application on
the invention In each foreign country In
which such request is granted in accordance
with applicable statutes and regutattons and
within one of the ronowtng periods:

(I) Eight months from the date of filing
a corresponding UnIted states application, or
if 8UCh an application is not filed, six months
from .the date the request was granted;

(11) SU months from the date a license Is
granted by the Commissioner of Patents and
Trademarks to Ale the foreign patent ap­
plication where such filing has been prohib­
Ited by security reasons; or

-(ill) Such longer periods as may be ..p­
_proved by the Patent Counsel for good cause
shown in writing by ~be Contmctor or in­
ventor.

(4) Subject to the license -specified In para­
graphs (c) (1) , (2) and (3 ) of this clause, the
Contractor or Inventor agrees to convey to
the Government, upon request, the entire

. right, title, and Interest In any foreign coun­
try in which the Contractor or Inventor falls
to have a patent application IDed In accord­
ance with para.graph (d) (3) of this clause, or
decides not to continue prosecution or to pay
any maintenance fees covering the inven­
tion. To avoid forfeiture of the patent ap­
plication or patent the Contractor or inven­
tor shall. not 1ell1! than 60 days befoce the ex­
plmtion period fO!' any action required by
any Patent Office , nGtlfy the Patent Counsel
of such rauure or decision, and deUTer to the
Patent Counsel the executed Instruments
necessary for the .CO!lveya nce specified In this
pal'agraph.

(e) lnVfmtion iaeati,lIcat1on, . dUclosures,
and reports. (1) The Contractor shall estab­
lish and matntatn active and eJfectlve proce­
dures to ensure that Subject Inventions are
promptly identified and timely drsctoeed.
These procedures Bhall Include the main­
tenance of laboratory notebooks or equiva­
lent records and any other records that are

plmtion period fO!' any ••,'".v~ •
any Patent Office, nGtlfy the Patent Counsel
of such fallure or decision, and deUTer to the
Patent Counsel the executed Instruments
necessary for theCO!lveyance Specified In this
pal'agraph.

(e) lnVfmtion iaeattllcat1on, dUclosures,
and reports. (1) The Contractor shall estab­
lish and mstntetn active and eJfectlve proce­
dures to ensure that SUbject Inventions are
promptly Identified and timely dtscloeed.
These procedures Bhall Include the main­
tenance of laboratory notebooks or equiva­
lent records and any other records that are
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reasonably necessary to doucment the con­
ception and-lor the first actual reduction to
practice of Subject Inventions, and records
Which show that the procedures for Identi­
fying and disctosmg the inventions are fol­
lowed. 'Upon requests, the Contre.ctor shall
furn1Bh the Contracting Officer a descrip tion
of these procedures so that he mav evaluate
and determine their effectiveness. •

(2) The Contractor shall furnish the Pat­
ent Counsel (with notification by Patent
Counsel to the Contracting 01l1cer) on an
ERDA-approved form: -

(I) A written report containing full and
complete technical information concerning
each Subject Invention within 6 months
after conception or first aetna; reduction to
practice Whichever occurs first in' the course
of or under this contract, but-in any event
prior to any on sale, pucuc use or public .
disclosure of such invention known to the
Contractor. The report shall Identify the
contract and inventor and shall be suffici­
ently complete in technical detail and ap­
propriately Ulustrated by sketch or diagram
to convey to one skilled In the art to which
the Invention pertains a clear understanding
of the nature, purpose, operation, and to the
extent known, the physical, chemical, bio­
logical, or electrical characteristics of the
Invention. The report should also include
any request for foreign patent rights under
paragraph (c) (4) of this clause and any re­
quest to file a domestic patent application
under (d) (1) of this clause. However, such
requests shall be made within the period set
forth In paragraph (b) (2) of this clause.
When an invention Is reported under this
paragraph (e) (2 ) (I), It shail be presumed
to have been made in the manner specified
In Bectlon 9(11.) (1) and (2) of 42 U.S.C. 5908
unless the Contra.ctor contends It was not
so made In accordance with paragraph (g)
(2) (ti) of this clause.

(11) Upon request, but not more than an­
nually, In terim reports onan ERDA-approved
form listing SUbject Inventions and sub­
contral1'ts awarded containing a Patent
Rights clause for that period and certifying
that :

(A) The Contractor's .procedures for
Identifying and disclosing Subject Inven­
tions as required by this paragraph (e) have
been followed throughout the reporting
period;

(B) All Subject Inventions have been dis­
closed or that there are no such inventions;

(C) All subcontracts containing a Patent
Rights clause have been reported or that no
such subcontracta have been awarded; and

(111) A final report on an ERDA-approved
form within three months after completion
of the contract work listing all SUbject In­
ventions and all subcontracts awarded con­
taining tl. Patent Rights clause and certifying
that:

(A) All SUbject Inventions have been dts­
plosed or that there were no such Inven-
tions; and .

(B) All subcontracts containing a Patent
Rights clause have been reported or tha.t no
auch subeonteacts ha.ve been awarded.

(3) The Contractor shall obtain patent
agreements to elfectuate the provtstons of
this clause from all persons In Its employ
who perform any part of the work under this
contract except nontechnical personnel, such
as clerical employees and manual laborers.

(4) The Contractor agrees that the Gov­
ernment may duplicate and dJsclose Subject
Invention diEJclosures and all other reports
and papen; furnished or required to be turn­
Ished pursuant to this $l1ause. If the Con­
tractor Is to file a foreign patent appllca­
tlon on a Subject Invention, the Govern­
ment agrees , upon written request, to use its
best efforts to withhold 'p u blication of such
Invention disclosures until the expiration of
the time period spec1fled in paragraph (d) (1)

as clerical employee.. auu _

(4) The Contractor agrees tha.t the Go v·
ernment may duplicate and dJsclose Subject
Invention diEJclosures and all other reports
and papen; furnished or required to be furn­
ished pursuant to this $l1ause. If the Con­
tractor Is to file a foreign patent appltca­
tlon on a Subject Invention, ~e Govern­
ment agrees, upon written request, to use Its
best efforts to withhold 'p u blication of such
invention disclosures until the expiration of
the time period spec1fled in paragraph (d ) (l)



of this clause, but in no event sh&ll the
Government or its empioyees be l1able for
a.ny pubrtcatton thereof.

(f ) Publfcation. It is recognized that dur­
ing the COlU'Se of the work under this con­
tract, the Contractor or its employees may
from time to time desire to release or pub­
lish information regarding scIentific or
technical developments conceived or first
actually reduced to practice in the course Of
or under this contract. In order that pubnc
disclosure of such information wUl not ad­
versely affect the patent interests of ERDA
or the Contractor, patent approval ' for re­
lease or publ1cation 'shall be secured from
Patent Counsel prIor to any such release or
publlcatton,

(g) Forfeiture Of rights in unreported
Subiect Inventions . ( 1) The Contractor shall
forfeit to the Government, at the request of
the Administrator or his designee, all rights
in any Subject InventIon which the con­
tractor rans to report to Patent Counsel
(With notification by Patent Counsel to the
Contracting Oll'icer) wIthln 6 months after

the time the Contractor :
(i) Files or causes to be filed a United

States or torelgn patent appl1catlon thereon ;
or

(il) Submits the final report required by
paragraph (e) (2 ) ( iil ) of thls clause, which­
ever is later.

(2 ) However, the Contractor shall not
forfeit rights in a Subject Invention If, with­
in the time.specified in (1) (i) or (1) ( lll ) of
this paragraph (g), the Contractor:

(i) Prepared a written decision based upon
a review of the record that the invention
was either conceived nor first actually re­
duced to practice in the course of or under
the co ntract and del1vers the same to Patent
Counsel (with notification by Patent Counsel
to the Contracting Officer); or

(il) Contending that the invention is not
a SUbject Invention the Contractor never­
theless dIscloses the invention and all facts
pertinent to this contention to the Patent
Oounsel (wIth notification by Patent Counsel
to the Contracting Officer); or

(!iI) Es tabllshes that the fa.llure to dis­
close did not result from the Contractor's
fault or negl1gence .

(3) PenCIing written aastgnment o.f the
patent applications and patents on a SUb­
ject Invention determined by the Adminis­
trator or nts designee to be forfeited (such
determination to be a final decision under
the Disputes Clause of this contract), the
Contractor shall be deemed to hold the in­
vention and the patent applications and pat­
ents pertaining thereto in trust for the Gov­
ernment, The forfeiture' provision of this
paragraph (g) sha.ll be in addition to and
shall not supersede other rights and reme­
dies which the Government may have with
respect to SUbject Inventions,

(h) Examination oj record« relating to in­
ventions. (1) The Contracting Oll'icer or his

au~ngfj~dQl~~Y6~~nth;Il';v~nti~'n~;w,d~~llf~~ts
pertinent to thIs contention to the Patent
Oounsel (wIth notification by Patent Counsel
to the Contracting Oll'icer) ; or

(!iI) Es tablishes that the failure to dis­
close did not result from the Contractor.'s
fault or negl1gence .

(3) PenCIing written assignment o.f the
patent applications and patents on a SUb­
ject Invention determined by the Adminis­
trator or hIs designee to be forfeited (such
determination to be a final decision under
the Disputes Clause of this contract), the
Contractor shall be deemed to hold the in­
vention and the patent applications and pat­
ents pertaining thereto in trust for the Go v­
ernment. The forfeiture ' provision of this
paragraph (g) sha.ll be in addition to and
shall not supersede other rights and reme­
dies which the Government may have with
respect to Subject Inventions.

(h) Examination 0/ records relating to in­
ventions. (1) The Contracting Oll'icer or his
authorized representative, until the expira­
tion of 3 years after final payment under
tills contract, sheJl have the right to ex­
amine any books (including laboratory note­
books) , records, documents. and other sup­
porting data of the Contractor which the
ContractJnQ' (")ffi ....~,. ....... 1-.1_ - - ' . -

(I) Establish the procedures of paragraph
(e) (1) of this clause; or

(il) Maintain and follow such procedures;
or
. (ili) Correct or ellmlnate any material de­

ficiency in the procedures within thlrty (30)
days atter the Contracting Oll'icer notifies
the Contractor of such a deficiency.

(I) Wit/l.holding 0/ payment (Not appli­
cable to SUbcontracts). (1) Any time before
final payment of the amount of this con­
tract, the Contracting Oll'icer may, If he
deems such action warranted, withhold·pa·y­
ment until a reserve not exceeding '50.000
or 5 percent of the amount of this contract,
whichever is less. &hall have been set aside
if in his opinion the Contractor f&lls to :

(1) Establish, maintain and follow effec­
tive procedures for identifying and disclos­
ing SUbject Inventions pursuant to .para­
graph (e)(l) of this clause; or

(Ii) Disclose any Subject Invention pur­
suant to paragraph (e) (2) (I) of this clause;
or .

(ili) Deliver the interim reports pursuant
to paragraph (e) (2) (il) of this clause; or

(Iv) Provide the information regarding
subccntracte rpursua nt to paragraph (j) (5)
of this clause; or

(v) Convey to the Government in an
ERDA approved form the title and/or rights
of the Government in each Subject Inven­
t ion. as required by this clause.

(2) The reserve or balance shall be wIth­
held until the Contracting Oll'icer has de­
termined tha.t the Contractor has rectified
whatever deficlencles exist and has del1vered
all reports, disclosures, and other informa­
tion required by this clause.

(3) Final -payment under this contract
shall not be made by the Contracting Oll'icer
before the Contractor delivers to Patent
Counsel all disclosures of Subject Inventions
and other information required by (e)'(2) (1)
of this clause, the final report required by
(e ) (2) (Iii) of this clause, and Patent Coun­
sel has issued a patent clearance certifica­
tion to the Contracting Oll'icer.

(4) The Contracting Oll'icer may, in his
discretion , decrease or increase the sums
withheld up to the maximum authorized
above. If the Contractor is a nonprofit orga­
nization. the maximum amount that may be
withheld under this paragraph shall not ex­
ceed '50,000 or 1 percent of the amount of
this contract, whichever is less. No amount
shall be withheld under this paragraph while
the amount specified by this paragraph Is
being withheld under other provisions of
the contract. The withholding of any amount
or subsequent payment thereof shall not be
construed as a waiver of any rights accruing
to the Government under this contract.

(j) ·Su bc on t r ac t s. (1) Por the purpose of
this paragraph the term "Contractor" means
the party awa.n1ing a subcontract and the
term "Subcontractor" means the party being
awarded a subcone»..."t._"""'l·tdh:u oy (e/'(2) (i )

of this clause, the tlnal report required by
(e ) (2 ) (ili) of this clause, and Patent Coun­
sel has issued a patent clearance certifica­
tion to the Contracting Oll'icer .

(4) The Contracting Oll'icer may, in his
discretion , decrease or Increase the sums
withheld up to the maximum authorized
above. If the Contractor is a nonprofit orga­
nization. the maximum amount that may be
withheld under this paragraph sh&ll not ex­
ceed '50,000 or 1 percent ot the amount of
this contract, Whichever is less. No amount
shall be withheld under this paragraph while
the amount specified by this paragraph is
being withheld under other provisions of
the contract. The withholding of any amount
or SUbsequent payment thereof shall not be
construed as a waiver of any rights accruing
to the Government under this contract.

(j) ·Su bc on t r ac t s. (1) Por the purpose ot
this paragraph the term "Contractor" means
the party awa.n1ing a SUbcontract and the
term "Subcontractor" means the party being
awarded a subcontract, regardless of tier.

(2) Unless otherwise authorized or di­
rected by the Contracting Oll'icer, the Con­
tractor &hall tnclude the Patent Rights clause
of 41 CFR 9-9.107-5(11.) or U CFR 9-9.107-6
as appropriate, modified to identify the par­
ties in anv al1~""'·--_.....



(3 ) Except as may be ot herw ise prov ided
l.n this clause, the Con t:m.ctol' &hall n ot, in
any suboontract or by usl.ng a subcont ract as
consideration the!'etor, acquire any rights in
its SUbcontractor's Subject Invention fo r t h e
Contractor's own use (as d ist inguished from
such rights as may be required solely to rut ­
tm the Contractor's contract obli gations t o
the Government l.n the perfor m a n 1!e of t hi s
contract) .

(4) All invention d isclosures , reports, In­
struments, and other inform at ion z;equ ir ed
to be furnished by the 8ubcon tractor to
ERDA , under the provtsions of a Pat ent
Rights clause' In a ny subcontract h ereunder
ma.y, in the di scretion of t h e Contracting
Officer, be furn lshe4. to t he Con t ra cto r for
transmission to ERDA.

(5) The Contrac tor sh all promptly not ify
the Con tractin g OffIcer in wr it ing u pon t he

,award of a ny subcon tract con tain ing a Pa t ­
ent Rights clause by identlfyi·ng t h e Su b ­
contractor, t he work to be pe rformed under
the SUbcontract, and the dates of a ward, and
estimated completion. Upon the requ est of
the Contracting Officer the Cont ractor shall
furnish him a copy of the su bcon t rac t .

(6 ) The Con t r ac tor shall id ent ify all Sub ­
ject Inventions of the Subcont ractor of wh ich
it acquires knowledge in the performance of
this contract and shll.ll notify t he Patent
Counsel (with notillcatlon by Pat ent Counsel
to the Contracting Officer ) p romptly u pon
the identification of t he in ven t ions .

(7) It is understood tbat t h e Go vernment
is a third part y be neficiary of an y su bcon ­
tract clause granting rights to the Gover n ­
ment in Subject Inventions, and the Con­
tractor hereby assigns to the Gov er nment
8011 rights- t hat t h e Contract or wou ld h ave to
enforce t he Subcont ra.ctor' s obligat ions for
the benefit of the Govern me n t wit h re spect
to Subject Inventions. The Contractor sha ll
not be obltgated to enforce t h e ag reements
of any Subcontractor hereunder rela ti ng to
t he obliga tions of the Subcon tractor to t he
Governmen t regarding SUbje ct Inven t ions.

(k ) Back grOUnd Patents. (1 ) "Backgrou nd
Patent" means a do mest ic paten t covering
an tnven tton or discovery wh ich is not a Sub­
ject I n vention a n d wh ich Is owned or con ­
trolled by the Cont ra.ct or at a n y time
t h rou gh t he completion of t h is contract :

(1) Wnlch t he Con tractor, but not t he
c;rovernment , has the r igh t to lic ense to
others withou t obliga.tion to pay roya lt ies
thereon, and

( il ) In fringem en t of wh ich cannot reason ­
ably be avoided u po n t h e: pract ice of an y
.specific process, meth od , mach ine, m an u fac­
ture or composrt ton of m atter (Including
relatively minor m od lflca t ions ther eof)
which is a subject of the research , d evelop­
ment, or demonstratlon work pe rformed u n­
der this contract.

~(2) The Con tracto r agrees t o and does
hereby grant t o t h e Gover n m en t a royalt y­
f!ee, n onexclus ive, llcens e u nder any Back ­
ground Patent for purposes of p ra cticing a
SUbject of this co ntract b y 0 1" fo r t h e Gov­
ernment in research, develo pmen t , and dem ­
onstration work on ly .

(3) The Con t ractor al so agrees that upon
written application b y the ERDA, it will
grant to respons ib le par ties for pu rp oses of
practiclng .a subject of th is con t r act , no n ­
exctustve lic enses unde r any Backgr ound Pat­
ent on terms t hat are reasoriab le under t h e
circumstances . If, h owever, t h e Contract or
belleves that exclusive or partially exclusive
rights are necessary to achieve exp editiou s
commercia l developmen t or utUiza t ion , then
a request m ay be made to ER DA for ERD A
approval of such licensing b y the Contractor.

(4 ) Notwithstandi n g t he fo rego ing para ­
gra.ph (k) (3) , the Cont ractor shall not be
obligated to ncense any Backgrou n d Pat ent
if the Con t ractor-demonst rat es t o the sat is-

prttov llu..;',l. U 5 . - - - - ~ .

exciustve li censes unde r any Backgr ou na r" , ­
ent on terms that are reasonable under t he
circumstanc es . If, h owever, t h e Con t ractor
belleves t h at exclus ive or partially exc lusive
ri ghts are nece ssary to achieve expediti ous
commercial development or u tilizat ion , then
a request m ay be mad e to ERDA for ERD A
approval of such licensing by the Contractor .

(4) Not withst anding t he forego ing para ­
graph (k ) (3), the Cont ractor shall not be
obligated to license a ny Bac kgroun d Pat en t
if the Cont ractor- demonstrat es t o the satis -
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faction of the AdministJ:ator or bis designee
that:

(i) a competitive alterIlAtlve to the sub­
Ject matter covered by said Background Pat­
ent is commercially avaUable or readily in­
tro ducible from one or mor e other so urces ;
or

(11) the Contractor or its.ll~nsees are sup­
plyl.ng the subject matter covered by said
Background Patent in su1llclent quantity and
at reasonable prices to satisfy market needs,
or have taken effective steps or Within a
reasonable time are expected to take ef­
fective steps to so supply the subject matter.

(I) Atomic energy. (1) No claim for pecu­
mary award or compensation under the pro­
Visions of the Atomic Energy Act of 1954, a.s
amended, shall be asserted by the Contractor
or its employees With respect to any inven­
t ion or discovery made or conceived in the
course of or under this contract.

(2) Except as otherwise authorized in
writing by the Contracting Officer, the Con­
t ractor will obtain patent agreements to ef­
fectuate the provisions of paragraph (l) (1)
of this clause from all persons who pe rform
any part of the work under this contract, ex­
cept nontechnical personnel, such as clerical
empJoyees and manual laborers. .

(m) Limitation Of rights. Nothing con­
tal.ned In this patent rights clause shall be
deemed to give the Government any rights
with respect to any invention other than a
subject invention except as set forth in the
Patent Rights clause of this contract with
respect to Background Patents and the Fa­
cUities License.

(b) Licenses in contractor Background
Patents. (1 ) It will normally be the case
that a contractor qualified to perform
work under an ERDA contract will have
developed a degree of expertise in the
general field of .activity to which the
contract relates. Accordingly. it will not
be unusual for a prospective contractor
to have an established patent position
relating to the general fields of work to
be performed under an ERDA contract
and to have ongoing research and devel­
opment programs in that general field
which could result in patentable inven­
t ions. Since the contractor is obligated
to apply its best efforts to accomplishing
the objectives of the contract work , it is
to be expected that inventions owned or
controlled by the contractor at any time
during the contract period may be uti­
lized in connection with the work per­
formed under the contract. If such in­
ventions are or become the subject of
a patent, such patented inventions may
control a subject of the contract.

(2) It is usually the case that at the
time an ERDA contract is negotiated,
such inventions, if any, of the contractor
are not known to the Government and
may not be known to the contractor
either. Use by the contractor of such in­
ventions in connection with the con­
tract work does not necessarily result in
a need for rights in those inventions by
the Government or others. However, fail­
ure of ERDA to obtain limited rights on
behalf of the Government and/or third
parties in a narrow class of those inven­
t ions , defined as "Background Patents",
could frustrate the objectives of ERDA
to promptly make the benefits of its pro­
grams widely available to the public and
to promote the commercial utilization
of the technology developed or demon­
strated under ERDA programs. There-

ure of ERDA to obtain nmnec r1g.u..., V~
behalf of the Government and/or third
parties in a narrow class of those inven­
t ions , defined as "Background Patents",
could frustrate the objectives of ERDA
to promptly make the benefits of its pro­
grams widely available to the public and
to promote the commercial utilization
of the technology developed or demon­
strated under ERDA programs, There-



fore, it Is ERDA's policy to obtain limited
llcense righ~ in Background Patents on
a basis that is reasonable under the cir­
cumstances of the particular contract
and takes into account the relative equi­
ties of the contractor, the Government
and the general public.

(3) Paragraph (t) of the Patent Rights
clause of -- § 9-9.107-5(Q) sets out the
background patent provisions that will
be appropriate for many ERDA contract­
ing situations by balancing the needs of
ERDA programs with the equities of the
contractor. This clause obtains 'a Paid­
up, nonexclusive license for the Govern­
ment for research, development and
demonstration work only and thus in­
cludes any use of the background patents
under ERDA programs where research,
development or demonstration work is
being conducted. The clause also requires
the contractor to license responsible par­
ties on reasonable terms at the request
of ERDA in the field of technology spe­
cifically contemplated in the contract
effort. The background provisions, how­
ever, are only applicable insofar as in­
fringement of the patents cannot reason­
ably be avoided in order to utilize the
results of the contract work for these
purposes. Additionally, the clause is not
effective if the contractor can demon­
strate to the satisfaction of the Admin­
istrator or his designee that commercial
alternatives are available or readily in­
troduceable from one or more sources,
or that the contractor or its licensees
are supplying the market in sufficient
quantities and at reasonable prices or
have taken effective steps or within a
reasonable time are expected to take ef­
fective steps to so supply the market. In
determining whether to request such li­
censing, ERDA will recognize the need,
where appropriate, to limit licensing to
preserve the commercialization incen­
tives provided by the patent, and also to
meet the needs of the public for early
availability of the technology.

(4) Subparagraph (k) (1) defines
those inventions which will fall within
the definition ' of what constitutes a
background patent, while subparagraphs
(k)(2) and (k)(3) define the scope or
field of use of any license granted. Al­
though ERDA as stated in subparagraph
(3) of this paragraph (b) controls the
requesting of licenses to responsible par­
ties, the final resolution of questions re­
garding the scope of such licenses, the
terms thereof _.mJ~htQ,W~., Sf'''W'lt'Rll1''a

reasonable time are expected to take ef­
fective steps to so supply the market. In
determining whether to request such li­
censing, ERDA will recognize the need,
where appropriate, to limit licensing to
preserve the commercialization incen­
tives provided by the patent, and also to
meet the needs of the public for early
availability of the technology.

(4) Subparagraph (k) (1) defines
those inventions which will fall within
the definition ' of what constitutes a
background patent, while subparagraphs
(k) (2) and (k ) (3) define the scope or
field of use of any license granted. Al­
though ERDA as stated in subparagraph
(3) of this paragraph (b) controls the
requesting of licenses to responsible par­
ties, the final resolution of questions re­
garding the scope of SUch licenses, the
terms thereof includtng reasonable
royalties are then left to the negqtdation
of the parties with final resolution of
the issues being made by a court of com­
petent jurisdiction if necessary. In sub­
paragraph (k) (4), the decision not to

normally be deleted for contracts under
$250,000 and may not be appropriate in
certain types of study contracts, plan­
Ding contracts. contracts with educa­
tional institutions, and contracts for
6pecialized equipment for in-house use
by ERDA or not intended for further
procurement by the Government or for
use by the public. Except for the deletion
of paragraph (k) in contracts under
$250,000 as permitted in this paragraph
(5), deletions or modifications of para­
graph (k) set forth in this section are
to be made with the advice of patent
counsel.

(6) On the other hand, there will be
situations where the equities between the
Government and the contractor, or an-'
ttcipated Government needs, would re­
quire that rights be obtained for either
the Government or for the public greater
than those set forth in paragraph (k ).
For example, wh,ere (i) The contribution
of the Governmebt towards the develop­
ment and/or commercialization of the
Background Patent is substantially
greater than that of the contractor, (ii)
It is expected that the Government may
be involved in special long-term proj­
ects, or (iii) The Government may re­
quire substantial production, procure­
ment or utilization for purposes outside
of research. development, and demon­
stration, it may be necessary to obtain
greater rights. In such situations, con­
sideration should be given to extending
the Government's rights beyond re­
search, development, and demonstration
work, or to adjust royalties that may be
due by the Government to refiect the
Government's contribution. Such ad­
justment could take the form of credit
to be given the Government based upon
its contribution through the contract,
or a royalty based upon the relative con­
tributions of the contractor and the
Government. Consideration could also be
given to utilizing the relative contribu­
tions in determtnmg reasonable royalties
to be charged to others.

(7) Similarly, it may be necessary to
obtain greater rights for the public in
the contractor's background patents
Where, for example, the contractor's
background patents cover the basic tech­
nology intended to be developed under
the contract effort, rather than com­
ponents or products or processes which
are ancillary thereto. In such cases, sub­
paragraph (4) of paragraph (k ) sh_Q,1J.1<L
L Que' by -the Government to reflect the

Government's contribution. Such ad­
justment could take the form of credit
to be given the Government based upon
its contribution through the contract,
or a royalty based upon the relative con­
tributions of the contractor and the
Government. Consideration could also be
given to utilizing the relative contribu­
tions in determinlng reasonable royalties
to be charged to others .

(7) Similarly, it may be necessary to
obtain greater rights for the public in
the contractor's background patents
Where, for example. the contractor's
background patents cover the basic tech­
nology intended to be developed under
the contract effort, rather than com­
ponents or products or processes which
are ancillary thereto. In such cases , sub­
paragraph (4) of paragraph (k ) should
be deleted or modified as to the contract
as a whole or a portion thereof. Dele­
tion or modification of subparagraph (4)
might also be appropriate where the fu­
ture market for the subject of the con-
"' __.1. _.! 'I 'I ~ - -



modified.~ modifitatioD. may be made
applicable to the fieIdlS ot iecbm>logy. in­
ventions, or other ll8PeCt.8f the eontract,
oon.comitant witb such ll'lMiiflcation, the
licensing obligatilms foe subject inven­
tions should also be moolfled iP be com­
patible tberewith.lnsueh cases, the def­
mttion tJf u.Backgrotmd Patent" should
be broadened tD inelt1d.e all1)8.tenlll use­
ful in the practice or a subject of the
contract, a.nd subparagraph (k) (4:)

should be deleted Dr appropriatelY
modified.

(9) The application of parsgraph (k)
15 limited to the practice of any apecific
process, method., or machine. manufac­
ture or cemposrtfon of matter which is a
subject of the researeh, development or
demonstration work perfOll'1Ded under the
eontmct. otherwise refelTed. to us "a sub­
ject of this contraet"in subparagraphs
(2) and (3 ) . The expression " . BUbject
oI this contract" is inteQ.ded to limit the
licensing required in ptu'agraph (It) to
the fields oItechnology sPecifically con­
temPlated in the contract effort. During
negotiations, when the subject matter of
the contract is known, a more sPecific
statement of the fields 'Of technology in­
tended to be cov~dmal' be substituted
f<Jr the expression "subject oI this con­
tract", For eD.1llI'!e. the application of
paragraph (k) may be limited to the
generation of electric powerutllizing coal
derived fuels, to high temperature gas
cooled reactors. or other sPeCified fields of
technology of interest to ERDA pro­
grams.

(10 ) The considerations and state­
ments in the foregoing nbparagraphs
(1)- (9 ) of this paragraph also apply to
the negotiation, &pplication and inclu­
sion of background patent rights pro­
visions in subcontracts.

(c) License for Ute St4tes and domestic
tftun1cipal govern17Umu. When the Ad­
ministrator or his designee determines at
the time of contracting tb.at It would not
be In the public interest iio acquire a
paid-up license in .subject inventions for
states and domestic municlpaJ govern­
ments, paragraph ({: ) (4 ) ( it) at the Pat­
ent Rights clause jn § 9-9.107-~Ha) shall
be replaced with the fo.Uowing para­
graph (c) ( 4) (ill :

(H) The Government 1!ha11 retll.1n at least
an mevoeable , nonez:clul5tve. pa14-up UceD8e
to make, use, and sell~ inven.tlon tbrougb­
out the world by or lXl 1Mb:alf of the Gov­
ernment or the United States (including any
Government agency) .

<d) Right to 3vbUcense foreign gov­
ernments. (1) When the Administrator
01' his designee determines at the time of
rontracting that It would be In the na­
tionalinterest to -acquire the right to sub­
ncense foreign g~rnmentsputlmant to
any treaty or agreement. a sentence shall
be added to the end ofpa~ (c) (4)
(ll) of the Patent Rights clause in t~.­

10'l-5(a) M foUows :
This lIoense shall tnclNde the right or the

Government to aubUoelJlle ~n~_
menta pun;uaut ~ azzr treaty _ acreement
With such !u-e.lgn pPeI'-UO

' (2 ) WOOn the 1n!m!nistn.tor or h1ll
designee w1shes to Teserve the l1ght to

any t;real.iY VI Do6 .... ~"-'U."".-_ . _

be added to the end of para.graJlh (c) (4)
Hi) of the Patent Rights clause in t~.­

10'l-5(a) M foUows :
This l10ense shall tnclNde the right or the

Government to aubUoelJlle ~n ~_
menta pun;uaut ~ azzr treaty _ acreement
With such foreign. SO'H!l-u.

' (2 ) WOOn the 1n!m!nistn.tor or h1ll
designee Vi'1shes to Teserve the l1ght to
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:tBa1:e the determinaticm to sublicense
tare;gn covemmenb PllmJ&Dt to allY
treaty or ligI'eem.ent zmtil after tile in­
ftD.tian hu been identified, •~
iball be'added to 'the eDd oI p&I'8CI'&ph
(e) (-t) (ill of the Patent Right.s clause
in § 9-9.107-5 (a) a!l fd.toows:

Thill 1IeeDl!e1>haU tnctude the right m the
GoveTl1ment to Il1lbUeenae foreign gMem­
-.ents pursuant to an y treaty or agreement
wttI1 such ~ore1gn goveMmlenu if the Ad.­
JIllnistrator or his designee 4ellennine6 after
the 1Ilvention bas been 1dent.i.fied that it
would be In the natrona; interest to Acquire
this right.

(e) License rights (ttJKm request) to
contractor (revocable ). When tlre Ad­
ministrator Dr his ' designee determines
that the contractor ms.y. tlubject to the
Pl'O\'isions of f 9-9.107-4 (a) ( 7 ) involving
access to Restricted Data. reserve a re­
vocable. nonexclusive, paid-up license in
SUbject Inventions. only upon a request
by the contractor for the retention of
such & license, paragraph (e ) (1 ) of the
clause in § 9-9.107-5 (a ) shall be replaced
with the following paragraph (c) (1 ) :

(0) (1) The Contl'actor may reserve upon
request a revocable, ncnexctusrve, paid-Up
license in e&eh patent application filed In
any country on . & Subject Invention 1md
any resulting patent 1Il which tbe ~rn­
ment . acquires the title . The license .sha1l
extend to the Contractor's domestic sub­
sidisries and a1IiIiates;lt any, within the cor­
porate structure or which the Contractor is
a part and shall include the right ~ grBnt
sublicenses or the lIIIlJIle 'seepe to the extent
tlhe Contractor was ie gaIly 00I1ga.te<1 to do
&0 at the time the contract was awvded.. The
license shall be t ransi'erable only wIth ll,P­
proval of ERDA except when transferred
to the successor or that part ot the Con­
tractor's business to which the Invoention
perta1ns.

(f) License rights to contractor <ir­
revocable ) , When the Administrator or
hls designee determines that the con­
tractor may reserve an irrevocable. non­
exclusive, paid-up iioenae in the in'Ven­
tions resulting from the contract. para­
iP'aph (c) (l ) of the Patent Rights clause
of § 9-9.107-5 (11.) shall be replaeed with
the following paragraph Ie) (1 ). and
paragraphs (c) (2) and (c) (3) of § ~
9.10'7-5 (a ) .and references thereto sba1l
be cancelled:

(c) (l) The Contractor reserves an irrev­
ocable, nonezetustve, paid-up ltoeose iD
ea.ch pa.tent appllcation 1Uec1 in any country
on a Subject Inventlon and an)' re5Ulting
patent in which the Go vezon.tnent acquires
tttie. The License shall extend to the Con­
tnr.ctor'a domestic substdtartes ane! aftlUates,
If any, within the CO!l'pQlrate sUucWn of
Cieh ~e Contractor is • part and~ in­
clude the right to grant Sllblicenses or the
same scope to the extent Ule Contrac1lar was
leplly obligated. to do 1IO at Ute~ the
contract was awar11ed . The lloenae shall be
transferable only wIth approval of ERDA ex­
cept when transferred to the successor of
t!mt part or the Contractor's bU&l.ness to
nlch .the Invention pertatnB.

(g) contractor .wblicenses (revoca­
ble) . (1 ) When the Administrator or
his designee determines at the time of
contracting that, -'85 1n0ica.t.ed 1n 19­
tU1l7-4(f). it would be 1n the tnteresm
of the Government to perm2t a contrac­
tor having the rlght to retain a revocable

.......!'.... .. _--

t!mt part or the Contractor's bU8l.ness w
nlch .the invention pertatnB.

(g) Contractor .wOlicenses (revoca­
ble ) , (1) When the Administrator or
his designee determines at the time of
contracting that, -as 1nOicatet1 tn 1 9­
'.11l7-4(f). it would be 1:0 the tnterests
of the Government to perm2t a contrac­
tor having the rlght to retain a revocable



ftOllexclusivelioense tn a subject inven­
tion to have the further right to grant
to one or more sublicensees a revocable
license of the same scope, the following
paragraph may be substituted for para­
graph (c) (l) of the Patent Rightp clause
in § i-i.l0'l-5(a) :

{c) (1) The Contractor TeSerTeS a revoca­
ble, nonexcluslYe, paid-up neense in ea~h

p1lotent applieation filed in any country on
a SUbject Invention and any resulting pat­
ent In which the Government acquires title .
The license shall extend to the Contractor's
domestic subsidiaries and atliliates, if any,
within the corporate structure of which the
Contractor is a part and Shall include t h e
right to grant revocable, nonexclusive subli­
censes of the same scope. The license sh all
be transferable only with approval of ERDA
except when transferred to the encceseor of
that part of the ooneractor's business to
which the Invention pertains.

(2 ) Where the COntractor has been
granted the r ight to retain a nonexclu­
fiVe, Irrevocable license in a subject in­
vention, and it is determined as in (g) (1)
of this section to leave in the contractor
the right to grant one or more revocable
sublicenses thereunder. the following
three paragrl\Phs will be substituted for
paragraphs (c) (1 ) . (c) (2). and (c) (8) of
the Patent Rights clause in § 9-9.107-'-5
(a) :

(c ) ( 1 ) Contrac tor license. The Contractor
reserves an irrevocable, nonexcJusive, paid­
up Ucense In each patent appUcatlDn tllec1 in
any country on a SUbject Invention and any
resUlting pa~nt In which the Government
acquires title. The l1cense shall extend to the
Contractor's domestic sub51dlarles and ann­
tates, If an.y, within the corporate structure
of whIch the Contra.ctor is .. part and shall
1Dc1ude the right to grant 1'2'Vocable, non­
exclusive sublicenses which are revocable
under the same terms and oondlUons as set
Sorth In pe.ragraphs (c) <2) and <3) of this
clause. The license shall be transfera.ble only
w1th approval of ERDA except when trans­
f1llT'ed to the snceessoe of that part of :the
Contractor's business to which the Invention
per't&1ns.

(c] (2) .Revocation limitatiom. Any lRlb­
license g1'llJlted by the Contractor may be
revaked or modHled by BRDA, either In whole
or l.U part, only to the extent necessary to
achieve expedlt10us practical application of
the 8'tloJect Invent10n under ERDA's pUb­
l1ahed licensing regulations (10 CPR 781) ,
and only to the extent an ell:clusive llcense
ill actually gru1ted. 'nlill subllcense l!ba1l not
be revoked 1D that ftel.d ol use and /O!' the
geographical areas In which the Contrac­
tor. or its aublfcensee, has brought the Inven­
t10n to the point of practical application and
continuetl to make the benefits of the inven­
tion reasonably access.lble.t.).t.b-,-·A-',l.r...,,{nw

1Dc1ude the right to grant 1'2'Vocable, non­
exclusive sublicenses which are revocable
under the same terms and oondiUons as set
Sorth In pe.ragraphs ( c) <2) and <3 ) of this
clause. The license shall be transfera.ble only
w1th approval of ERDA except when trans­
f1llT'ed to the sneeessoe of that part of :the
Contractor's business to which the Invention
per't&1ns.

(c) (2) .Revocation limitatiom. Any lRlb­
l1cense g1'llJlted by the Contractor may be
revaked or modHled by BRDA, either In whole
or In part, Only to the extent necessary to
achieve expeditious practical appllcation of
the 8'tloJect Invent10n under ERDA's pub­
l1ahed licensing regulations (10 CPR 781) ,
and only to the extent an ell:cluslve lloense
ill actually gru1ted. 'nlillllubllcense l!ba1l not
be revoked 1D that ftel.d ol use and/O!' the
geographical areas in which the Contrac­
tor. or Its Bubllcensee, has brought the tnven­
tion to the point of practical application and
continuetl to make the benetl.ts of the inven­
tion reasonably accessible to the publtc, or Is
expected to do so within a .-senable time.

(c) (3) Bevocation-proeed.ure,. Befort! mod­
ttk:6tl.on or rel'ocation of any sublicense pur­
suant to paragraph (c) (2) of this clause.
ERDA shall turnish the Contracto r and t h e
sublicensee writtPn nn:H,... ",,-4 ..... I_ £. _ _ H

(h) Facilities license. The following
paragraph will be included as paragraph
(n ) of the Patent Rights (long form)
clause in each contract having as a pur­
pose the design, construction , or opera­
tion of a Government-owned research,
development, demonstration or produc­
tion facility. The scope of the license in
the follOWing paragraph may, in appro­
priate situations, be expanded to cover
similar facilities.

(n) Facilities licens e. In addition to the
rights of the part ies with respect to Inven­
tions or discoveries conceived or fil'6t ac­
tUllolly reduced to practice In the course of or
under this contract, the oontrector' agrees to
and does hereby grant to the Government an
irrevocable, nonexclusive paid-Up license In
and to any Inventions or discoveries regard­
less of when conceived or actually reduced
to practice or acquired by the Contractor,
which are owned or controlled by the Con­
tractor at any time through cOmpletion of
this contract and which are Incorporated or
embodied In the construction of the faclllty
or which are utlltzed in the operation of the
facllity or which cover articles, materials,
or products manufactured at the faclllty (1)
to practice or to have practiced by or for the
Government at the facility, and- (2) to trans­
fer such ll.cense with the transfer of that
facUlty. The acceptance or exercise by the
Government of the aforesaid rights and 11·
cense shall not prevent the Government at
any time from contesting the entorceablllty,
valldity or scope of, or title to , any rights
or patents herein llcensed.

§ 9-9.107-6 Clause for contracts (short
form).

The follOWing clause may be used in­
stead of the clause of § 9-9.107-5 (a) in
contracts for basic or applied research
where the contractor is a nonprofit or
educational institution and in special
situations including consultant contracts.
This Clause sh all not be used in long term
consultancy arrangements for work in
ERDA programs covered by ERD.I\ Man­
ual Chapter 7604. In such instances the
clauses in 'ERDAM 7604 shall be used.
Also this clause is not to be used in con­
tracts calling for the operation of Gov­
ernment-owned facilities, or contracts in
which an advance waiver has been
granted, or other special contracts such
as those for the conduct of major long­
term continuing programs or basic agree­
ments providing for the assignments of
new tasks from time to time by mutual
agreement.

PATENT RIGHTS ( S H ORT FORM )

..~).'p.£gJJ;itfems 'D~!~C ,~.happliea-rese-ar~h

where the contractor is a nonprofit or
educational institution and in special
situations Including consultant contracts.
This clause shall not be used in long term
consultancy arrangements for work in
ERDA programs covered by ERD.I\ Man­
ual Chapter 7604. In such instances the
clauses in "ERDAM 7604 shall be used.
Also this clause is not to be used in con­
tracts calling for the operation of Gov­
ernment-owned facilities, or contracts in
which an advance waiver has been
granted, or other special contracts such
as those for the conduct of major long­
term continuing programs or basic agree­
ments providing for the assignments of
new tasks from time to time by mutual
agreement.

PATENT RIGHTS (SHORT FORM)

(a) Definitions. (1) "SubJect Invention"
means any Inven tion or diScovery of the Con­
tractor conceived or firs t actually reduced
to practice In the course of or under this
contract, and includes anY art, method, proc­
ess, machine, manufacture, design, or com­
'DOsltion of nUl.t:tA'P ,.... ... - - - - -



after conception or first actual reduction to
practice whichever occurs fl.rst in the course
of or under this conteact, but in any event
prior to any on saJe, public use. or publ1c
d1Bclosure of such inventlon known to ~
Contractor. The report shallident1!y the con­
tract and inventor and shall be sufticiently
complete in technical detaU and appropri­
ately illustrated by sketch or diagram to
convey to one skUled in the art to wblch
the invention pertains a clear understand­
ing of the nature, purpose, operation, and to
the extent known, the physical, chemical,
biological, or electrical characteristics, of
the invention;

(ti) Upon request, but not more than an­
nually, interim reports on an ERDA-approved
torm listing SUbject Inventions for that pe­
riod and certifying that all Subject Inven­
tions have been disclosed or that there were
no such inventions; and

(Ul) A final report on an ERDA-approved
form within 3 months after completion of
the contract work listing all SUbject Inven­
tions and cert1!y1ng that all SUbject Inven­
tions have been disclosed or that there were
no such in ven t ions .

(2) The Contractor agrees that the Gov­
ernment may duplicate and disclose SUbject
Invention d1sclosures and all other reports
and papers furnished or required to be fur­
nished pursuant to the contract.

( c ) Allocation Of principal rights.-(I)
Assignment to the Government.

The Contractor agrees to assign to the
Government the entire right, title, and Inter­
est throughout the world In and to each Sub­
ject Invention. except to the extent that
right6 are retained by the Contractor under
pare.graphs (c ) (2 ) and (d ) of this clause.

(2) Greater rights determinations . The
Contractor, or the employee-inventor with
authorization of the Contractor, may re­
quest greater rights than the p.onexclusive
license and the foreign patent rights pro­
vided 1n paragraph (d) of this clause on
ident ified in ventions In accordance with the
procedure and criteria of 41 CPR 9-9.109-6. A
request for a determination of whether the
Contractor or the employee-inventor is en­
titled to retain such greater rights must be
submitted to the Patent Counsel (With no­
tification by Patent Counsel to the Contract­
ing Officer) at the time of the first d1Bclosure
of the invention pursuant to paragraph (b)
(1) of this clause or not later than 9 months
after conception or flrst actual reduction to
practice, whichever occurs first, or such
longer period as may be authorized by the
Patent Counsel (wi th not1tlcation by Patent
Counsel to the Contracting Officer) for good
ce.use shown In writing by the Contractor.
Th e information to be submrtted for a
greater rights determination is specified in
41 OPR 9-9.109-6(e).

(d) Minimum rights to the contractor.
The Contractor reserves a revocable, non­
exclusive, paid-Up license in each patent ap­
pl1cation filed in any country on a SUbject
Invention and any resulting patent in which
the Government acquires title. Revocation
shall be in accordance with the procedure
of paragraphs (c) (2) and (3) of the clause
In 41 CPR 9-9.10'1-5(11.). The Contractor also
has the right to request foreign rights in ac­
cordance with the procedures of paragraph
(c) (4) of the clause in 41 CPR 9-9.107-5(a).

(e) Empwllee and subcontractor agree­
ments. Unless otherwise authorized in wrlt­

. ing by the Contracting O:lficer. the Contrac­
tor shall:

(1) Obtain patent ,agreem ents' to effectu­
ate the provtsions of the Patent Rights clause
from all persons who perform any part of the
work under this contract except nonteehni­
ca.l personnel, such as clerical employees and
manual laborers.

(c ) (4) of the cu..""" ... ~. .
(e) Empwllee and subcontractor agree­

ments. Unless otherwise authorized in wrlt­
. ing by the Contracting O:lficer. the Contrac­
tor shall:

(1) Obtain patent ,agreem en ts' to effectu­
ate the provtstons of the Patent Rights clause
from all persons who perform any part of the
work under this contract except nontecnnt­
ca.l personnel, such as clerical employees and
manual laborers.
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(2) Unless otherwise authorized or di­
rected by the Contracting O:lficer, the Con­
tractor shall include the Patent Rights clause
of 41 Cl"R 9-9.107-5(11.) or 41 CPR 9-9.107-6,
as appropriate, mod1tIed to identify the par­
ties in any subcontract hereunder havm g as
a purpose the conduct of research, develop­
ment or demonstration work; and

(3) Promptly notify the Contracting Of­
flcer in writing upon the award of any sub­
contract containing a Patent Right s clau se
by identifying the subcontractor, t he work
to be performed under the subcontract , and
the da-tes of award and estimated comple­
tion. Upon the request of the Contract ing
O:lficer the Contractor shall furnish a cop y
of the subcontract to such requester.

(f) Atomic energy. (1) No claim for pecu­
n1&ry a.ward or compensation under t he
provisions of the Atom1c Energy Act of 1954,
as amended, shall be asserted by the Con­
tractor or its employees with respect to any
invention or d1Bcovery made or conceived
in the course of or under this contract .

(2) Except as otherwise authorized in writ­
ing by the Contracting Officer , the Contracto r
will obtain patent agreements to effectua te
the provisions of paragraph (f) (1) of t his
clause from all persons who perform an y
part of the work under this contract, except
nontechnical personnel such as cle rical em­
ployees and manual laborers.

(g ) Publication, In order that infor mation
concerning selent1tlc or technical develop­
ments conceived or first actUally reduced to
practice in the course of or under the con­
tract Is not prematurely publ1shect so as t o
adversely affect patent interest of ERDA , the
Contractor agrees to submit to the Patent
COUJlSel for patent review a copy of each
pa.per 60 days prior to its intended pubnca­
tion date. The Contractor may publish such
information a.fter expiration of a 60-day pe­
riod following such submission or pr ior
thereto 1! spec1tlca.1ly approved by Paten t
Counsel, unless 1Jle Contractor is in formed
that in order to protect patentable subjec t
matter, publication must be further delayed .

§ 9-9.107-7 Foreign contracts.

The clauses authortzed for contracts in
§ 9-9 .107-5(a) and § 9-9.107-6 may be
modified by the contracting officer in
consultation with patent counsel to meet
the requirements peculiar to foreign
procurement,
s9-9.108 [Reserved]

§ 9-9.109 Administration of patent
clauses.

§ 9-9.109-1 Patent Rights follow.up.

It is importltnt that the Government
and the contractor know and exer cise
their rights in inventions conceived or
first actually reduced to practice in the
course of or under Government contracts
in order to ensure their expeditious
availability to the public. to enable the
Government. the contractor, and the
public to avoid unnecessary paymen t of
royalties and to defend themselves
against claims and suits for patent in­
fringement. To attain these ends, con­
tracts having Patent Rights clauses
should be so administered that :

(a) Inventions are identified, dis­
closed, and reported as required by the
contract clauses;

(b) The rights of the Government in
such inventions are established ;

(c) When appropriate. patent applica­
tions are timely flIed and prosecuted by
the contractor, the inventor, or by the
Government as appropriate ;

Q ......v ..... _

(a) Inventions are tdentinec, UJ~­

closed. and reported as required by the
contract clauses;

(b) The rights of the Government in
such inventions are established ;

(c) When appropriate, patent applica­
tions are timely flIed and prosecuted by
the contractor, the inventor, or by the
Government as appropriate;



(d) '!he filing of pateat .ppliea~ODB Is
documented by fonnal tDstz'Uments auc.b.
as licenses or aes1gnment.&;and

(e) Expeditious commercial utDlzation
of such inventions is achieved.

. § "".109-% FoIlow-.p'" _.tliW!MIr.
(a) The Patent RIghts clause requires

contractors to establisb and maintain ef­
fective procedures to ensure that in­
ventions made under the contract are
identified, -d1sc1osed, and when appro­
priate, patent applications tued, and that
the Government's rights therein are es­
tablished and protected. When it Is de­
termined after the award of a contract
that the contractor or subcontractor may
not have a clear understanding of the
rights and obligations of the parties un­
der a Patent Rights clause, a post-award
or ientation conference or letter should
be used by ERDA to explain these rights
8.nd obligations. When reviewing a con­
tractor's procedures. particular attention
shall be given to ascerta.1ning their ef­
fectiveness,for identifying and disclosing
inventions.

( b ) A qualified representative of the
contractor shall furn1sh to the patent
counsel (with notification by patent
counsel to the contracting officer) in­
terim reports upon request, and, upan
completion -of the contract work, a final
report setting forth :

(1 ) A list of an tmbject inventions
made during the reporting pertod:

(2) A certfflcatlon that all subject In­
ventions have been disclosed or that
there were no such inYenti<ms, and that
the contractor's procedures fen: identify­
ing and di<;c1ol5ing inventions have been
follBWed throughout the period ;

(3 ) A list of all subcontracts entere d
into during the reporting period which,
contain a Patent Ri~hts clause. to gether
with copies of snch subcontracts (If not
earlier furnished to ERDA) , or a state­
ment that there were no such subcon­
tracts.

(c ) Ordinarily, tnventtons and discov­
eries will be reported on Form ERDA 213
(copies of which sha.ll be made avaDable
by patent counsel> or on such other form
that has been approved by patent coun­
sel. Reporting of inventions promptly
and before the comp1eti<>n of the work
under the respective ~actB will aid
patent clearance. Submission of annual
interim reports. where centractscover an
extended period, will also fa.cilitate the
dis)mSition of patent matters and expe­
dit~_~~)S§llm.lt J1V&hrulis"tiave-been

follBWed throughout the perrod :
(3 ) A list of all subcontracts entered

into during the reporting period which ,
contain a Patent Ri~hts clause. together
with copies of snch subcontracts (If not
earlier furnished to ERDA), or a state­
ment that there were no such subcon­
tracts .

(c) Ordinarily, mverrtrons and discov­
eries will be reported on Form ERDA 213
(copies of wh ich sha.ll be made avaDable
by patent counsel> or on such other form
that has been approved by patent coun­
sel . Reporting of inventions promptly
and before the comp1eti<>n of the work
under the respective ~actB will aid
patent clearance. Submission of annual
interim reports, where contrnctscover an
extended period, will also fe.c1litate the
dis)mSition of patent matters and expe­
dite the issuance of ti.naJ. patent clear­
ance .

§ 9-9.109-3 FoD_-up tty Govenunent.

(a ) With respect to each contract, sub­
contract, or other agreement unt:lp" f:h",;~
.: _.- ~ .. . ..

aDd~ I'J,giHa t'eqUired. by see­
Uon 152 of the Aiomic EDerD' Act of
11M, as amended,O!' eeet10n~ of the l"ed­
eral Nonnuclear Energy Research and
Development Act of 1~14. are Dbtainel:i;

(2) For transmitting the Information
requested on the Patent Information
Sheet, Form ERDA 242, to the Assistant
General COunsel for Patents; .

(3 ) Por reviewing, in consultation
with the contractor, suboontra.ctor, or
vendor, arrangements for obtaining ade­
qnate patent agreements from emplo~

and others performing work under any
contract, subcontract, or other agree­
ments containing patent provisions in
favor of the Government. (The form of
such patent agreement actually in use or
proposed for us e shan be forwarded for
approval to the patent eounsel assisting
the pr ocuring activttr.) ;

(4 ) For forwarding a notice of com­
pletion or termination of the work and
a request for patent clearance to the AB­
sistant General COI.lIUJeI for Patents for
each contract, subcontract, or other
agreement eontalnmg patent provisions
giv1n:; rise to rights in the Government;
anj

( 5 ) For withholding payments due to
contractors in accordance with para­
graph (1) of the Patent Rightt3 clause of
§~.107-5(a) unW, in the case of 10­
terim reports, a determination has been
made in consultation with patent coun­
sel that existing deficiencies have been
corrected or that delivery of all reports,
disclosures. and other information have
been made, or, in the case of final re­
por ts , receipt of written patent clearance
certification from the Assistant General
Counsel fo r Patents.

(b) The Assistant General Counsel for
Paten ts , upon receipt of the Patent In­
formation Sheet, Form ERDA 242, will
assign the patent responsibility and no­
Wy the person who tra.nsmits the Infor­
mation Sheet of the patent counsel as­
s1gned to eOnduct the patent aurveJllance
of the reported 'Contract, f,-bcontre,ct, or
other agreement. Upon receipt; of the no­
tice of completion or termination as pro­
vi:ied in paragraph (a) (4 ) of this sec­
tion, a notice of patent clearance will be
issued by the Assistant ~ra1 Counsel
for Patents when there has been to his
best knowledge and belief rompl1ance
with the patent pro visions.

{c) The patent cennsel assigned to
assist the procuring activity -w111 assist
M~n:",'recelm01 written patent clearance

certification from the Assistant General
Counsel for P atents .

(b) The Assistant ~neralCounsel for
Patents, upon receipt of the Patent In­
formation Sheet, Form ERDA 242, will
ass ign the patent responsibility and no­
Wy the person who transmits the Infor­
mation Sheet of the patent counsel as­
s1gned to eOnduct the patent aurve1llance
of the reported 'Contract, f,-bcontre,ct, or
other agreement. Upon receipt; of the no­
tice of completion or termination as pro­
vi :ied in paragraph (a) (4 ) of this sec­
tion, a notice of patent clearance will be
WlUed by the Assistant ~ra1 Counsel
for Patents when there has been to his
best knowledge and belief rompl1ance
with the patent provisions.

(c) The patent eetmsel assigned to
assist the procuring activity -w111 assist
contracting omcers in selecting and nego­
tiating patent provisions, and in the case
of field activities, will coordinate such as­
sistance with the Chief Counsel in ac­
cordance with established local. proce-



patent and copyright infringemen t; the
preparation of certificates to initiate
its tent clearance; and the handling of
other patent matters.
. {d) Patent application /Uing and de­
termination of rights to invent ions and
dis eoveries. The Assistant General Coun­
sel for Patents or his designee shall:

(1 ) Make the determination specified
in section 9, ( Il.) (1) and (2) of 42 U.S.C.
5908 concerning in ventors;

(2 ) Determine whether and where
paten t prote ction will be obtained on
inventions;

(3) Represent ERDA before domestic
and foreign patent om.ces;

(4) Accept as signments and ins tru­
ments confirmatory of the Govemment's
rights to inventions; and

(5) Represent ERDA in patent mat­
ters not specifically reserved to the Ad­
ministrator or h is designee under these
Regulations.
§ 9-9.W9-4 Remed ies

If a con tractor operating under a
Patent Rights clause fails to establish,
matntain, or follow elIective procedures
for identifying and disclosing inventions
liS required by the Pa tent Rights clause
or fails to correct any deficiency after no­
tice thereof, the contracting officer may
require the contractor to make available
for examination books , records, and doc­
uments rel ating to inventions in the same
fteld of technology as the contract to en ­
able a n agency determination of whe ther
there are such inventions, and ma y in ­
voke the withholding of payments provi­
sion. Further, the contracting officer ma y
invoke the withholding of payments pro­
vision if a contractor fails to disclose an
invention deemed by ERDA to be a sub­
ject invention.
§ 9-9.109-5 Conveyance of im 'ention

ri~ts acquired by the Go,·e.-mnent.

Whenever the Government acquires
the en tire right, t itl e, and interest in an
in ven tion pursuant to a. contract or by
operation of law , assignments shall be
obtained fram the inventor to the Gov­
ernment with the consent of the con­
tractor, to perfect or confirm the Gov­
ernment's rights. The fo rm of convey­
ance of title 'from the inventor to the
contractor must be legally sutncient to
convey the rights the contractor is re­
quire d to convey to the Government.

§ 9-9.109-6 Wah· ers.
(8) G eneral. The Administrator or h is

designee may waive all or any part of
the rights of the United States (other
than certain ri ghts prescribed in para­
graph (i) of this section) with respect
to any invention or class of inventions
made or which may be made by any pe r­
son or class of person! in the course of or
under any contract of ERDA, if it iJ; de ­
termIned that the interests of the Unitc<j
states and the general public as set for th
in the Atomic Energy Act of 1954 , as
'amended (42 U .S .C . 2182 ) , and the F'ed­
eral Nonnuclear Energy Research and
Development Act of ~74 <42 U.S.C.
59(8) , will best be served by such waivers .
In m ak1ng such detern1lnatiOll$; the Ad-

lJ..LGo'-i.""' .... .A. • • _

son or class of person! in the course UL v '

under any contract of ERDA, if it ts d e ­
termIned that the interests of the United
states and the general public as set for th
in the Atomic Energy Act of 1954, as
'amended (42 U .S .C. 2182 ) , and the F'ed ­
eral Nonnuclear Energy Research and
Development Act of ~74 <42 U.S.C.
59(8 ) , will best be served by such waivers.
In m ak1ng such determlnatiOll$; the Ad-
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ministrator or his designee shall have
the following objectives:

( I) Making the benefits of the energy
research, development, and demonstra­
tion program widely ava.llable to the
public in the shortest practteable time;

'(2' Promoting the commercial utiliza­
tion of such inventions ;

( 3 ) Encouraging participation by pri­
vate persons in ERDA's energy research,
development , and demonstration pro­
gram ; and

(4 ) Fostering competition and pre­
venting undue market concentration or
the creation or maintenance of other sit­
uations inconsistent wIth the antitrust
la ws. .

If it is not possible to e.ttain each of
these objectives immediately and simul­
taneously for any one wa.iver determina­
t ion . the Administrator or his designee
will seek to reconcile these objectives in
light of the overall purposes of the pat­
ent policy sec tions of the Atomic Energy
Act of 1954 , as amended, and of the Fed­
eral Nonnuclear Energy Research and
Development Act of ·1974. Over time,
however, the application of this waiver
policy is expected to attain each of these
objectives. In addition to the patent poli­
cies provided by legislation, and where
not inconsistent therewith, the wa.iver
determinations will also be guided by the
revised Presidential Memorandum and
statement of Government Patent Policy
issued August 23. 1971 (36 FR 16887­
16892) •

(b ) Ad vance waiver. In determining
whether a wa iver to the contractor at the
time of contracting will best serve the
interests of the United States and the
general public, the Administrator or his
designee shall, as a minimum, specifi­
cally include as coastderataons the fol ­
lowing :

(I ) The extent to which the participa­
tion of the contractor will expedite the
attainment of the purposes of the pro­
gram ;

(2) The extent to which a waiver of all
or any part of such rights in any or all
fields of technology is needed to secure
the participation of the particular con­
tractor:

(3 ) The extent to which the work to
beperformed under the contract is use­
ful in ' the production or utilization of
special nuclear material or atomic
energy;

(4) The extent to which the contrac­
tor 's commercial position may expedite
utilization of the research, development,
and demonstration program results;

(5 ) The extent to which the Govern­
ment has contributed to the field of tech­
nology to be funded under the contract;

(6 ) The purpose and nature of the
contract. including the intended use of
the results developed thereunder;

(7) The extent to which the contractor
has made or will make substantial in­
vestment of flnancial resources or . tech·
nology developed at the contractor's pri­
vate expense which will directly benefit
the work to be performed under the con­
wct;

(8) The extent to which the fteld of
technology to be funded under the eon-

w"c .. ........, _

(7) The extent to which the coma.."...,.
has made or will make substantial in­
vestment of flnancial resources or tech­
nology developed at the contractor's pri­
vate expense which will directly benefit
the work to be performed under the con­
wct;

(8) The extent to which the field of
technology to be funded under the een-



tract has been developed at the contrac­
tors private expense ;

(9) The extent to which the Govern­
ment intends to further develop to the
point of commercial util1z!l.t1on the re­
sults of the contract efiort;

(0) The extent to which the contract
objectrves are concerned with the public
health , public safety, or public welfare ;

(11 ) The likely et!ect of the wa iver on
competition and market-concen trat ion ;

(2) In the case of a nonprofit educa ­
tional institution, .the extent to which
such institution has a technology trans­
fer capability and program approved by
the Administrator or his designee as be­
ing consistent with the applicable poli­
cies of this section; and

(13) The small business status of the
contractor.

(c) Waiver of identified inventions. I n
determining whether a wa iver to t he
'contractor or inventor of rrghts to an
identified invention will best serve the
interests of the United States and the

, genera1 public, the Administrator or his
designee shall, as a minimum, specifi­
cally include as considerations the fol­
lowing :

(l ) The extent to whic h such waiver is
a reasonable and necessary incentive to
call forth private risk capital for the de ­
velopment and commercialization of the
invention;

(2) TIle extent to which the plans, in ­
tentions, and ability of the contractor or
inventor will obtain expeditious cornmer ­
ciaJization of such invention;

(3) The extent to which the invention
is useful in the production or utilization
of special nuclear material. or atomic
energy;

(4) The extent to which the Govern­
ment has contributed to the field of tech­
nolog~' of the invention ;

(5) The purpose an d na tur e of the
invention, including the anticipated use
thereof;

(6) The extent to which the contractor
has made or will make substantial in­
vestment of financial resources or tech­
nology developed at the contractor's pri­
vate expense which will directly benefit
the commercialization of the invention;

(7) The extent to which the field of
technology of the invention has been de­
veloped at the contractor 's expense;

(8) TIle extent to which Government
intends to further develop the invention
to the POint of commercia l utilization;

(9) The extent to which the invention
i"Ji."'"lr~'1ftrYrtt61.lt!lY lJiaieriaI or atomic

energy;
(4) The extent to which the Govern­

ment has contributed to the field of tech­
nology of the invention;

(5) The purpose and natur e of the
invention, including the anticipated use
thereof;

(6) The extent to which the contractor
has made or will make substantial in­
vestment of financial resources or tech­
nology developed at the contractor's pri­
vate expense which will directlY benefit
the commercialization of the invention;

(7) The extent to wbJch the field of
technology of the invention h as been de­
veloped at the contractor's expense;

(8) The extent to wh ich Government
intends to further develop the invention
to the point of commercial utilization;

(9) The extent to which the invention
is concerned with the public health, pub ­
lic safety, or public welfare;

(0) The likely et!ect of the waiver on
competition and market concentration;

OIl In the case of a nonprofit educa­
tional in"titllti,..,., f:h ......y~ ...~~ do. _L ' •

the case of requests for an advance
waiver and by contractors or employee­
inventors in the case of requests fol:'
waiver for identified inventions. A re ­
quest for an advance waiver may also be
made for an identified invention which
has already been conceived and which
reasonably may be first actually reduced
to practice in the course of or under an
ERDA contract. Such waiver requests
must inc lude a copy of the patent or
patent application coverin g the identified
invention.

( 2 ) A request for an ad vance waiver
shall be submitted to the contracting offi­
cer or to contractors for their subcon­
tractors at anytime prior to execution of
the contract or within thirty (3 0) da ys
thereafter, but should normally be sub­
mitted as part of the contract proposal.
Advance waivers may also be requested
where the purpose or scope of work of
an exist ing contract is to be sub stantially
altered, When advance waivers are
granted, the r igh ts set for th in para­
graphs (b) , (c) and (d) of the clause of
§ 9-9.l07-5 (a) should be modified to con ­
form to the waiver granted.

(3) A request for waiver (other than
advance waivers) for an identified in ­
vention shall be submitted to the patent
counsel (with notification by patent
counsel to the contracting officer ) at the
time the invention is reported to ERDA ,
or not later than nine (9) months after
conception or first actual reduction to
practice. whichever occurs first, Or such
longer period as may be authorized by
the patent counsel (with notification by
patent counsel to the contracting officer)
for good cause shown in writing by the
contractor or inventor.

(4) All requests for wai ver received
by ERDA or its contractors will be for ­
warded promptly to the patent counsel
assisting the procuring activity, together
with any reference or supporting docu­
ments provided by the requestor and
any documen ts or commen ts provided
by the stat! of the activity. If the re­
quest for waiver appears to contain in ­
sufficient information, the patent coun­
sel may seek additional information
!rom the requestor to supplement the
request and may also seek eddittonal
information from other sources. The
patent counsel will thoroughly analyze
the request in view of each of the objec­
tives and considerations set forth in this
§ 9-9.109-6 and shall also consider the _
"·mt'ttlnt-tounsel'to the 'ccntract tna officer)

fo r good cause shown in writing by the
contractor or inventor.

(4) All requests for waiver received
by ERDA or its contractors will be for ­
warded promptly to the patent counsel
assisting the procuring activity, together
with any reference or supporting docu ­
ments provided by the requestor and
any documents or com ments provided
by the staff of the activity. If the re­
quest for waiver appears to contain in ­
sufficient information, the patent coun ­
sel may seek additional information
!rom the requestor to supplement the
request and may also seek additional
information from other sources. The
patent counsel will thoroughly analyze
the request in view of each of the obj ec­
tives and considerations set forth in this
§ 9-9.109-6 and shall also consider the
overall rights obtained by the Govern­
ment in the patent. copyright, and data
clauses of the contract. Where it ap ­
pears that a lesser part of the rig h t s
of the United States than requested
wnl11r1 ho ......... 1"1._ ..... ..... • • ~ - .l... • -



that raise slgnifl.cant issues and those
that are decisive, and it will explain the
basis for the recommended determina­
tion. There may be occasions when the
application of the various considerations
in (b) or (c) of this section to a par­
ticular case could cause confiicting re­
sults, and in those instances the durer­
ences will be reconciled giving due regard
to the overall pohcies set forth in this
§ 9-9.109-6. Field patent counsel will
coordinate actions on advance waivers
with the Chief Counsel of the field office
concerned as required by local pro­
cedures.

(6) The Statement shall be forwarded
to the Assistant General Counsel for
Patents to serve as a recommended basis
for the waiver determination. The As­
sistant General Counsel for Patents will
also obtain comments from the"appro­
priate ERDA program division to assist
the Administrator or his designee in the
waiver determination. In situations
where time does not permit a delay in
contract negotiations for the prepara­
tion and mailing of a full written state­
ment, field patent counsel may submit
a recommendation on the waiver verb­
ally to the Assistant oeneral Counsel
for Patents and request a verbal deter­
mination from the Administrator or his
designee. Such action shall be promptly
confirmed in writing.

(7) In making waiver determinations,
the Administrator or his designee shall
objectively review all requests for waiver
in view of the obiectives and considera­
tions set forth in this § 9-9.109-6. If this
determination and the rationale therefor
is not accurately reflected in the recom ­
mended Statement of Considerations, a
new statement shall be prepared.

(8) Where the request for advance
waiver has not been approved prior to
the effective date of the contract and
the terms and conditions of the waiver
have thus not been made a part of the
contract, the contracting officer shall
promptly notify the requestor by letter
of the determination of the Administra­
tor or his designee , and the basis there­
for . If the advance waiver is approved,
the letter shall state the scope, terms,
and conditions of such waiver. Where
the terms and conditions of an approved
advance waiver have not been made a
part of the contract, the letter shall
inform the requestor that the advance
waiver shall be effective (1) As of the
effective date of the contract for an ad­
vance waiver of inventions identified, I.e.,
conceived prior to the effective date of
the contract, or (11) As of the date the
invention is reported with an election
by the contractor to retain rights
therein, t.e., for an invention conceived
or first actually reduced to practice after
the effective date of the contract; pro­
vided a copy of the letter is signed and
returned to the contracting officer by
the requestor acknowledging the accept­
ance of the scope, terms, and conditions
of the advance waiver. After the accept­
ance by the contractor of an advance
waiver , the contracting officer shall cause
a pnllateral no-cost mocU1ication to be
made to the contract incorporating the
terms and conditions of the waiver in

the effective date 01 tne CUll""'''., ... _
vided a copy of the letter is signed and
returned to the contracting officer by
the requestor acknowledging the accept­
ance of the scope, terms, and conditions
of the advance waiver. After the accept­
ance by the contractor of an advance
waiver, the contracting officer shall cause
a pnllateral no-cost mocU1ication to be
made to the contract incorporating the
terms and conditions of the waiver in
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Ueu of previous patent provisions. When­
ever a requested determination has been
dented, the requestor may, within thrlty
(30) days , request reconsideration. Such
a request shall include any additional
facts and rationale not previously sub­
Inltted which sUPpOrt the request. Re­
quests for reconsideration shall be sub­
mitted and processed in accordance
with the procedures set forth in para­
graph (d) of this section.

" (e) Content of waiver requests. (1 ) All
requests for waiver shall include" the
following information:

(1) The requestor 's identification,
business address, and, if represented by
counsel, the counsel's name and address:

( 11) An identification of the pertinent
contract or proposed contract and a.
copy of the contract "statement of work
or a non-proprietary statement which
fully describes the proposed work to be
performed ;

(i11) The nature and extent of waiver
requested ;

(iv) A full and detailed statement of
facts. to the extent known by or avail­
able to the requestor, directed to each of
the considerations set forth in paragraph
(b) or (c) of this section, as applicable,
and a statement apply!.pg such fact.<; and
considerations to the policies set forth
in paragraph (a) of this section. It is
Important that this submission be
tailored to the unique aspects of each
request for waiver, and be as complete
as feasible; and

(v) The signature of the requestor or
his authorized representative with the
following statement :

The facts set forth In this request for
waiver are within the knowledge of the
requestor and are submitted with the in­
tention that the Administrator or his
designee rely on them In reaching the waiver
determination.

(2) Requests for waiver for identified
inventions shall, in addition to items (1)
(1)-(v) above, include :

(1) The full names of all inventors;
<i0 A statement of whether a patent

application has been filed on the inven­
tion, together with a copy of such appli­
cation if filed, or, if not filed, a complete
description of the invention;

(iii) If a patent application has not
been filed, any informa.tion which may
indicate a potential statutorz bar to the
patenting of the invention under 35
U.S.C. 102 or a statement that no such
bar is known to exist: and

<iv) Where the requestor is the in­
ventor, written authorization from the
applicable contractor or subcontractor
permitting the inventor to request a
waiver.

(3) Subject to ERDA regulations, re­
quirexnents, and restrictions on the
treatment of proprietary and classified
information, all material submitted in
requests for waiver or in support thereof
will be made available to the public
after a deterIIililation on the waiver re­
quest has been made, regardless of
whether 'a waiver is granted. Accord­
ingly, requests for waiver should not
contain information or data that the
requestor is not willing to have made
public. If proprietary or classified in-
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requests for waiver or in support thereof
will be made available to the public
after a determination on the waiver re­
quest has been made, regardless of
whether 'a waiver is granted. Accord­
ingly, requests for waiver should not
contain information or data that the
requestor is not willing to have made
public. If proprietary or classified in-



fonnation is needed to make the waiver
determination. such information shall
not be submitted unless specifically re­
quested by the patent counsel:

(n Record of waiver determinations.
The Assistant General Counsel for
Patents shall maintain and periodicall y
update a publicly avavable record of
waiver determinations.

(g) Waiver situations and types of
waivers. (1) The various factual situa­
tions which are appropriate for waivers
cannot be categorized precisely inas­
much as the appropriateness of a wa iver
will depend 'upon the manner in whi ch
the considerations set forth in para­
graph (b) or paragraph (c) of this
section relate to the facts and circum­
stances surrounding ' the ' particular
contracting situation or the particular
invention in order to best achieve the
objectives set forth in paragraph (a ) of
this section. However, some examples
where waivers might be appropriate are
the following:

(i) Cost sharing contracts;
(li) Sitqations in which ERDA is pro­

viding increased funding to a specific
ongoing privately sponsored research
development, or demonstration project ;

(iii) Situations involving the private
use of Government facilities and the con ­
tractor is funding all or a part of such
costs;

(rv) Situations in which the equities
of the contractor are so substantial in
relation of that of the Government that
the waiver is necessary to obtain the par­
ticipation of the contractor; and

(v) Situations involving contracts
with small businesses concerning their
privately developed technology.

(2 ) As stated in paragraph (a ) of th is
section, waivers may be granted as to all
or any part of the rights of the United
States to an Invention except for certain
rights set forth in paragraph (1) in th is
section. Accordingly, the waiver of all
patent rights that are inherent to an in­
vention, rather than part of the rights,
will not necessarily be appropriate . The
scope of the waiver w11l depend upon the
relationship of the contractual situation
or identified invention to' the considera­
tions set forth in paragraph (b) or (c ) in
order to best achieve the objectives set
forth in paragraph (a) of this section.
For example, waivers may be restricted
to a particular field of use in which the
contractor has substantial equities or a
~~-~rt:l[l,u,,"!"UIis' mvoivmg contracts

with small businesses concerning their
privately developed technology.

(2) As stated in paragraph (a ) of th is
section, waivers may be granted as to all
or any part of the rights of the United
States to an inveanon except for certain
rights set forth in paragraph (1) in th is
section. Accordingly, the waiver of all
patent rights that are inherent to an in­
vention, rather than part of the rights,
will not necessarily be appropriate. The
scope of the waiver w11l depend upon the
relationship of the contractual situation
or identified invention to' the considera­
tions set forth in paragraph (b) or (c) in
order to best achieve the objectives set
forth in paragraph (a) of this section.
For example, waivers may be restricted
to a particular field of use in Which the
contractor has substantial equities or a
commercial position, or restricted to
those uses that are not the primary ob­
ject of the contract effort. Waivers ma y
also be limited to particular geographi­
cal locations, may be made effective only
fr'l?' ft ... _"'..... ,A ... ..1 ~. "'-Jo _

actuallY\reduced to practice prior to the
time of contracting or would be reduced
to practice under the contract. A Ptn'llOSe
of such waivers is to clartfY and defiIUtJze
the rights of ~8 parties to such inven­
tions when the facts surround1ng the
first actual reduction to practice prior
to or during the contract are or will be
dillicult to establish. .

(h) W aivers to educational t lUltitu­
tions. ( 1 ) Except to the extent that a
nonprofit educat1onaltnstltution may be
engaged as a contractor operating a Gov­
ernment-owned factl1ty or undertaking
other special contracts, the following
considerat ions apply to the granting of
advance and identified waivers to educa­
tional institutions having an approved
technology transfer program and capa­
bility. To obta.1n approval of fbi tech­
nology transfer program. educational m­
stitutions shall forward their requests to
ERDA as provided in paragraph (2) be­
low.

(2 ) A nonprofit educational Instttu­
tion deslr1ng to obtain approval of ttl!
technology transfer program and capa­
bility shall provfde the agency with the
following information:

m General information eoncernma
the institution, including :

(A) A copy of Its .Articles of Inoore

poration:
(B) A statement of the institutton'll

purpose and alms; and
(C) A statement indicating the souree

of the institution's ttmds ;
(iD A copy of the institution's estab­

lished patent pollcy, together with the
date and manner of fts adoption;

(iii) The name, title, address. and tele­
phone number of the omcer responsible
for administration of patent and inven­
tion matters and a description of staffing
in this area, including an oMces which
contr ibute to the institution's patent
management C&pabWt1es; •

( iv ) A description of the institution's
procedures for fdentlf'y1ng and report­
ing inventions and a description of the
procedures for evaluation of such Inven­
tions for inclusion in the Institution's
promotional program; .

(v) A copy of the agreement signed by
employees engaged 'In research and de­
velopment, indicating their obligation In
regard to inventions concei1'ed or first ac ­
tually reduced to practice In the course of
their assigned duties;
.iTIl ..~~ PiJ!tJy: !8fmt'et-wlUi-ttte
date and manner of fts adoption;

(iii) The name, title, address. and tele­
ph one number of the omcer responsible
for administration of patent and inven­
tion matters and a description of staffing
in this area, including an oMces which
contribute to the institution's patent
management C&pabWt1es; . •

( i v ) A description of the institution 's
procedures for fdentlf'y1ng and report­
ing inventions and a description of the
procedures for evaluation of such inven­
tions for in clusion in the Institution's
promotional program; .

(v) A copy of the agreement signed by
employees engaged 'In research and de­
velopment. indicating their obligation In
regard to inventions concei1'ed or first ac­
tually reduced to practice in the course of
their assigned duties ; .

(vi) A COPY of the invention report
form or outline utilized for preparation
of invention reports;

(vii> A statement of whether the in­
stitution has an agreement with any pat­
ent manazement O!'17anl_ti"..... ". -~-



'( A ) Number or inventions reported to
the institution during each of the past
tin (10) years;

(B) NUmber of patent applications
ftled during each of the past; ten (10)
1'eIIJ's;

(C) Number of patents obtained dur­
big each of the past ten (10) years;

(D) Number of exclusive licenses is­
sued during each of the past ten (10)
years;

(E) Number of nonexclusive licenses,
other Ulan those to sponsormg Govern­
ment agencies, issued during each of the
past ten (10) years;

(P) GToss royalty income during each
of the past ten (10) years; and

(0) A general description of royalties
charged, including m1n1mum and maxi­mum royalty rates;

(x) A list of subsidiary or affiliate in­
stitutioDS which would be covered by an
agreement signed by the 1nst1tution;

(xi) If the institution is a subsidiary
'Or amuate organization, the name of the
other related organization and a descrip­
tion of the relationship;

(xll) The amount of Government sup­
pOrt for research and development ac­
t1V1ties eurrentlv being administered by
the institution, giving Government
agency and breakdown;

(xiii) A statement of the institution'a
policies with respect to the sharing Of
royalties with employees ; and

tJdv) A description of the uses made
Of any net income generated by the in­
stitution's pe.tent management program.

(3) Before an institution's technology
transfer program and ca.pabillties are
approved, the institution shall have a
technology transfer program which, as a
minimum shall include the five (5) cri­
teria listed below. In addition to these
criteria, eon.sideration will be given to
whether or not other Government agen­
cies have approved an Institutional
Patent Agreement with the requesting
1nst1tntion. '!be five criteria are:

(1) An established patent policy which
Js consistent with the four pollCy objec­
tives in I 9-9.109-6(a) and Js admJn­
istered ema eontinuous basis by an oftlcer
or organization responsible to the insti­
tution:

(11) Agreements with employees re­
quiring them to assign to the institution
or its deQgnee or the Government any
invention eoneeived or first actu.ally re­
duced to practice by them in the course
Of or under Government contracts s.nd
awards or assurance that such agree­
ments are obtained prior to the assign­
ment of personnel to Oovernment-suP­
ported research and development proj­
ects;

(iii) Procedures for .insuring that in­
ventions are promptly 1dent1fled and
timely disclo6ed to the oftlcer or organi­
zation administering the patent poliey of
the institution;

(Iv) Procedures for insuring that in­
venttons disclosed to the institution are
eYaluated for inclusion in the institu­
tion's promotional program; and

tv) An active and effective promo­
.tionaJ. program for the lieens1ng and
marketing of inventions.

mtion 8dm1mstering the patent policy of
the institution;

(Iv) Procedures for insuring that in­
venttons disclosed to the institution are
eYaluated for inclusion in the institu­
tion's promotional program; and

tv) An active and effective promo­
.tionaJ. program for the lieens1ng and
marketing of inventions.
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(4) · In considering approval of tech- ·
nology transfer programs and capabUi­
ties in connection with requests for ad­
vance waivers, such approval shall be
eonsidered in lieu of commercial. manu­
facturing, and marketing capabUities
whIch normally reside in industry. Such
approval shall not be considered sum­
cient in and of itself as justifying the
granting of an advance waiver to an in­
stitution. Approval of the grant of ad­
vance waiver must be viewed in light of
the considerations of § 9-9.109-eCb)
above and the four objectives set forth
in § 9-9.109-6 Ca) above.

(5) In requests for identified waivers,
however, the fact that an institution with
an approved technology transfer pro­
gram and capabUities has identified an
invention and has expressed a desire to
commercialize it through a request for a
waiver therefor shall normally be pre­
sumed to have met the criteria of § 9-9.­
109-6Cc) unless it is indicated that under
one or more of the criteria the presump­
tion is inapplicable.

(1) Terms ana conditions of waivers.
Each waiver shall contain, as a minimum,
provisions covering each of the following:

(1) Advance waivers shall apply only
to inventions reported in accordance with
paragraph (e) (2) (1) of the clause of
§ 9-9.107-5 Co.) and with which is in­
cluded an election as to whether the con­
tractor will retain the rights waived in
the invention, and specifying those coun­
tries in which rights will be retained.

(2) SUbject to the rights granted in
paragraphs (c) (1), (2) and (3) of the
Patent Rights clause of § 9-9.107-5Ca),
the contractor or inventor shall agree to
convey to the Government, upon request.
the entire domestic right, title. and in­
terest in any SUbject Invention when the
contractor or inventor as appropriate:

(f) Does not elect, in accordance with
(1) Cl) of this section to retain such
rights; or

. (11) Fails tal have a United States ,
patent ~plicati'on filed on the invention
in accordance with paragraph (i) (5) of
this section, or decides not to continue
prosecution of such application; or

(ill) At any time, no longer desires to
retain title. .

(3) Subject to the rights granted in
paragraph (c) (1). (2) and (3) of the
Patent Rights clause of § 9-9 .107-5Ca),
the contractor or inventor shall agree to
convey to the Government. upon re­
quest. the entire rights, title and interest
in any Subject Invention in any foreign
country if the contractor or inventor, as
appropriate:

(i) Does not elect, in accordance with
paragraph (i) (l) of this section, to re­
tain such rights in the country; or

(11) Fails to have a patent application
filed in the country on the invention in
accordance with paragraph (i) (6) of this
section, or decides not to continue pros­
ecution or to pay any maintenance fees
covering the invention. To avoid forfeit­
ure of the patent appl1ce.tion or patent,
the contractor or inventor shall notify
the patent counsel not less than 80 days
before the expiration period for any

aeeordanee with pai-agra,ph (1) (6) of this
section, or decides not to continue pros­
ecution or to pay any maintenance fees
covering the invention. To avoid forfeit­
ure of the patent appl1ce.tion or patent,
the contractor or inventor shall notify
the patent counsel not less than 80 days
before the expiration period for any



action required by the foreign patent
o1li£e. '

(4) Conveyances requested pursuant to
paragraph (1) (2) or (3) of this section
shall be made by delivering to the patent
counsel duly executed instruments and
such other papers as are deemed neces­
sary to vest in the Government the en­
tire right, title, and interest in the in­
vention to enable the Government to
apply for and prosecute patent applica­
tions covering the invention in this or the
foreign country, respectively, or other­
wise establish its ownership of the in­
vention.

(5) (i) With respect to each invention
in which the contractor has an advance
waiver and elects to retain domestic
rights pursuant to paragraph (1) (1) of
this section, the contractor shall have a
domestic patent application filed within
6 months after submission of the inven­
tion disclosure pursuant to paragraph
(e) (2) (1) of the clause of § 9-9.107-5(&)
or such longer period as may be approved
by the patent counsel for good cause
shown in writing by the contractor or
inventor. For identified inventions waived
to the contractor or inventor, the con­
tractor or inventor shall have a. domes­
tic patent application filed within 6
months after the waiver has become ef­
fective. With respect to such inventions,
the contractor or inventor shall promptly
notify the patent counsel of any decision
not to file an application.

(li) For each subject invention on
which a patent a.pplication is filed by
the contractor or inventor. the contractor
or inventor shall:

(A) Within 2 months after the fll1ng
or within 2 months after submission of
the invention disclosure if the patent ap­
plication previously has been filed. deliver
to patent counsel & copy' of the applica­
tion as filed including the filing date and
serial number;

(B) Include the following statement
in the second paragraph of the spec11ica­
tion of the application and any patents
issued on a Subject Invention. "The Gov­
ernment has rights in this invention pur-
suant to Contract No. (or Grant
No. ) awarded by the U.S. Energy
Researeh and Development Administra­
tion.";

(C) Within 6 months after fll1ng the
application or.within 6 months after SUb­
mitting the invention disclosure if the
application has been filed previously,
ef~.ro...1-ly>.umt"nt ,...nun",,1 A. nnlv "v_

(A) Within 2 months after the fll1ng
or within 2 months after submission of
the invention disclosure if the patent ap­
plication previously has been filed. deliver
to patent counsel a copy' of the applica­
tion as filed including the filing date and
serial number;

(B) Include the following statement
in the second paragraph of the spec11ica­
tion of the application and any patents
issued on a Subject Invention. "The Gov­
ernment has rights in this invention pur-
suant to Contract No. (or Grant
No. ) awarded by the U.S. Energy
Researeh and Development Administra­
tion.";

(C) Within 6 months after fll1ng the
application or.within 6 months after SUb­
mitting the invention disclosure if the
application has been filed previously,
deliver to the patent counsel a duly ex­
ecuted and approved instrument fully
confirmatory of all rights to which the
Government is entitled, and provide
ERDA an irrevocable power to Inspect
and make copies of the ootent applies.-

granting the Government & power of
attorney.
. (tiD For each invention in which the
contractor initially elects pursuant to
(i) (1) of this section not to retain the
rights waived, the contractor shall in­
form 'the patent counsel promptly in
writing of the date and identity of any
on sale, public use. or public disclosure
of the invention which may constitute
a statutory bar under 35 U.S.C. 102,
which was authorized by or known to the
contractor, or any contemplated action
of this nature.

(6) (1) With respect to each Invention
in which the contractor elects pursuant
to (1) (1) of this section to retain the
rights waived in a foreign country, or in
which the contractor or inventor has ob­
tained a waiver of foreign rights on '.n
identified invention, the contractor or
inventor- shall have a patent applica­
tion filed on the invention in that coun­
try, in accordance with applicable stat­
utes and regulations, and within one or
the following periods:

(A) Eight (8) months from the date
of a corresponding United States appli­
cation filed by the contractor or inven­
tor, or if suchan application is not filed,
6 months from the date the invention is
submitted in a disclosure. pursuant to
paragraph (e) (2) (1) of the clause of § 9­
9.107-5(11.) ;

(B) Six (6) months from the date a
license is granted by the Commissioner
of Patents and Trademarks to file for­
eign applications where such filing has
been prohibited by security reasons; or

(e) Such longer period as may be ap­
proved by the patent counsel.

(ii) The contractor or inventor !hall
notify the patent counsel promptly of
each foreign application filed and upon
written request shall furnish an English
version of the application Without addi­
tional compensation.

(7) The contractor or inventor shall,
three years after a waiver is effective as
to an invention, and at three-year inter­
vals thereafter, and when spec11ically
requested by the patent counsel, furnish
patent counsel a report setting forth:

(1) The commercial use that is being
made, or is intended to be made, of said
invention, and

ill) The steps taken to bring the in­
vention to the point of practical appli­
cation or to make the invention avail-
able for licensing; .

~V) 'S'uc~bb,hn'ii~-ue"~
proved by the patent counsel.

(ii) The contractor or inventor !hall
notify the patent counsel promptly of
each foreign application filed and upon
written request shall furnish an English
version of the application Without addi­
tional compensation.

(7) The contractor or inventor shall,
three years after a waiver is effective as
to an invention, and at three-year inter­
vals thereafter, and when spec11ically
requested by the patent counsel, furnish
patent counsel a report setting forth:

(1) The commercial use that is being
made, or is intended to be made, of said
invention, and

ill) The steps taken to bring the in­
vention to the point of practical appli­
cation or to make the invention avail­
able for licensing;

(8) The Government's retention of at
least an irrevocable, nonexclusive. paid­
up license to make, use, and sell the in­
vention throughout the world by or on
behalf of the Government (including any
r"'-n.UA1'..,.unAnt. A_a~1"1"'V' Ann A.tatAQ anti


