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AGREEMENT made this 28 th day of December
I
I

, 198'17, between
~

INSTITUT NATIONAL de 1a RECHERCHE AGRONOMIQUE, with offites at 147,
rue de l'UNIVERSITE, 75341 Paris Cedex 07, FRANCE (~ereinafter

1
called "INRA"), and UNIVERSITY PATENTS, INC., a De1aw4re corpo-

. I
ration, with principal offices at 1465 Post Road. East, ,j Westport,

,~ .
Connecticut 06880 (hereinafter called "UPI") (INRA and j UPI being

!! ! ! !! ~ 2 S E ! H:

sometimes hereinafter referred to as the "parties"). j
I
t
j

I
l
\

"
WHEREAS, INRA is a public .establishment of the Frenc~ Republic

f
for the purposes of enhancing all aspects of agricu~ture and

I
agriculturally-related research, product development, and!exploita-

t
tion in France and throughout the Worldl and

!.,
s
)\

WHEREAS, it is understood. by the Parties hereto thatlINRA owns
j

present rights and' will own future rights to inventions ardi discov-

eries made by its employees and others in accordance Iwith its
]

charter, policies, and procedures and that INRA has and lWill have
I

the' full and exclusive right to license or have

behalf said inventions and discoveries I and

1
licensed on its

s
j
j

t
I

i

•
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•• WHEREAS, INRA desires that

discoveries which INRA presently

certain

owns or

of

may

1:
!
~
t
;f'
f
;~

the inve1tions and

hereinaf~er obtain
l'

during the term of this AGREEMENT be utilized in such a mJnner as to
~

develop their commercial utility and to develop
f
t

the maxi1um reason
s

effective manner: and

ably obtainable income from them in North America in th~ interests

of France and INRA, and that such rights be administ~red in an
1

WHEREAS, UPI has been organized under the laws of
~

ttte
~-

State of

Delaware and has the capabilities for the exploitation atid adminis
~
f

tration of patents and inventions and is willing to und~rtake such,

functions under the terms set forth in this AGREEMENT.

NOW, THEREFORE, for· good and valuable considerJtion,
t

"

the
~

receipt whereof is hereby acknowledged, and the mutual ~erformance
~

1
of the undertakings herein, it is agreed by the Partiesjhereto as

~
follows: 1

f

Section 1. Definitions

A. "INVENTORS" shall mean INRA's researchers, land staff
1

members, and other persons from whom INRA may acquire title to in-

ventions in accordance with its invention policy.

B. "ACQUIRED RIGHTS" shall mean technology, inventions, in
~

vention disclosures, know-how, trade secrets,

applications heretofore or hereafter acquired

2

. ,

patents 4nd patent
'J,;

by INRAI from its
I
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INVENTORS or from other sources which INRA chooses to suJmit to UPI
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I,
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for evaluation and election pursuant to Section 4 hereof'l
I

C. "INVENTIONS COVERED BY THIS AGREEMENT" shall

RIGHTS which UPI elects to subject to this AGREEMENT.

meJn
t
f

t

ACQUIRED

D. "TERRITORY" shall mean North America (all portibns of the

Earth from .meridian 30· west of Greenwich, moving in Lwesterly

direction to meridian 170· west of Greenwich, including
1:

1
l'anama
t
~

and

all countries north thereof, but excluding locations lwhich are
ill

colonies, territories, . possessions or departments of couhtries not
~

included in the area defined above: e.g., Guadeloupe, ~artinique,

Bermuda).

Section 2. Duties of UPI

*UPI, from and after the date of this AGREEMENT, shall perform
t
f

the following services for INRA:.

patent~bility or

COVEREd BY THISINVENTIONSsuchofprotectabilitylegalother
i

i
AGREEMENT, and within the limits of reasonable corporatelprudenco.

f

UPI shall consult, as appropriate, with INRA aciministratite person
t

nel to plan licensing strategies for such INVENTIONS COVERtD BY THIS
!

AGREEMENT. UPI shall consult with appropriate INRA admipistrative

personnel prior to granting licenses under any INVE~TIONS &OVERED BY

,f
A. UPI shall enter into a program of licensing ~NVENTIONS

ICOVERED BY THIS AGREEMENT, in the TERRITORY, ~o the extentlwarranted

in UPI I s opinion by the commercial potential and

3

• .J:_
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THIS AGREEMENT. Upon completion of negotiation of a
]
llicense or
~
J

sponsored research and/or

shall forward a copy of

option agreement (and/or sponsored research and/or ~evelopment

agreement) relating to an INVENTION COVERED BY THIS AGRtEMENT, UPI

said license or option agreemJnt (and/or
1

development agreement), by facsimile (FAX)
%

written consent of INRA.

or by a courier service, to INRA for INRA I S review an4comments.
f

INRA will have sixty (60) days from UPI's submission of the license

or option agreement (and/or sponsored research and/or ~evelopment
1

agreement) to advise UPI o.f requested changes or otherw~se provide
s

comments thereon. The license or option agreement (and/ot sponsored,
.~

research and/or development agreement) which will be si~ned by UPI
f

"twill include changes requested );)y INRA, unless with tlte express
Ii,

UPI shall consummate no agreekent which
i
I

has been rejected by INRA.

B. UPI shall provide licensees and prospective

'f:

~;
.\

I
lic1nsees with

THIS AGREEMENT.

C. In the event UPI is advised by

4B(1) hereof, that INRA, or a licensee or

~
INRA, pursuant to Section

*
industrial part~er of INRA

y

having rights outside the TERRITORY desires to obtain I sponsored
'I
~

research and/or dev.elopment funding for an INVENTION COVERED BY TillS
1~

AGREEMENT, UPI agrees to seek to obtain such funding fro~ a source

4

•

i
$

within the TERRITORY; provided, however, that unless 1INRA has
t

advised UPI that said funding is a condition of granting ~ license,
~ \

1
l
~
rn

I
~g
~
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CPI may license such INVENTION COVERED BY TillS AGREEMENT

of whether or not sponsored research funding is obtained

lregardless
~

biy UPI.

D. UPI shall provide semiannual written status

ing its activities hereunder to INRA during the term

"
repo~ts

~

Ihereof.
11

regard-

E. As soon as UPI has elected, and INRA has agrJed to the
s
~

election of, the first three (3) ACQUIRED RIGHTS to Ijlecome IN-
~

VENTIONS COVERED DY THIS AGREEMENT, but in no event later lthan March
~

15, 1988, UPI agrees that at least one representative 0t UPI will
~

spend one (1) week visiting INRA and INRA facilities an~ personnel
~

in France. Thereafter, UPI agrees that a representative qf UPI will
'{
'i

spend one (1) week in each six (6) month period during the term of
11

the AGREEMENT visiting INRA and INRA facilities and pebsonnel in
'i

France. UPI will pay the costs of international travel and INRA
I

will pay the costs of local travel and accommodations in Wrance for
~

iUPI's representative. I

Section 3. UPI's Rights

!
A. INRA agrees that it will not hereafter, during ~he

t

*this AGREEMENT, without the express written consent of U~I,
t

any license or take any other action contrary to the rigijts

term of

execute

granted

or to be granted to UP! in accordance with the terms of ~his AGREE-

MENT.

·B. Nothing contained herein shall. authorize either WPI, or any
I
.~

of its licensees to use INRA'sname in ",n'l adve~tising or

•

5
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advertising of products or processes licensed hereunder ~ithout the
~

prior specific written authorization of INRA: however,l UPI will
]

advise others of the sources of INVENTIONS COVERED BY THIS AGREEMENT
W
(

and will disclose the existence of this AGREEMENT. UPI further

"The source ·of the invention(s) licedsed herein
%

following language:

agrees that e.ach Option and/or License agreement shall, f!nclude the
;]

is Institut National de la Recherche Agronomique, paris, ~rance."

Section 4. Acquired Rights

subsequent to the execution. of this AGREEMENT,

A. It is recognized by the Parties hereto that prlor to and
1

pursuapt to its

patent policy, INRA has obtained and shall obtain ACQUIREd RIGHTS as
~

a result of the activities of various INRA INVENTORS.

B. (1) At the time of submitting an ACQUIRED RIG$T to UPI,
~

INRA shall advise UPI of any outstanding commitments lor obliga
I

tions which might limit UPI's ability to license o~ otherwise
j

convey rights thereto in the TERRITORY, and shall ad~ise UPI of

any publication already known to INRA
1

(includingl the date
~

thereof)

UPI with

i
pertaining to such ACQUIRED RIGHT (and sha~l provide

R

a copy of such publication if reasonably PoJsible) •
!l

(2) In addition to the foregoing,. INRA shall arvise UPI:

(i) if and in what country or countries a patent app~ication or
i
i

applications have been filed covering such ACQUIRED ~IGIIT, and
~

shall, if available, provide UPI with an English la~guage copy
t))

of such patent application(s) together with a statusl report of
r

the patent application prosecution: (ii) if IN,kA is in

6

•
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•

negotiation with or has concluded an agreement with a!y company
s
f
(

or companies as licensee and/or sponsor of fundedl .zeaeazch
~

RIGHTthe ACQUIREDinincludedtechnologyto the
,I

outside the TERRITORY, and INRA shall include the name(s) and
:t
~

address (es) of such companies and ,the terms and conditi.ons of
(
(
¥

such license or licenses and/or sponsored research and develop
J:

ment agreement or agreements unless such informatio~ shall be

relating

retained as confidential by INRA at the, reqUest~f INRA IS

licensee/ sponsor: and (iii) if INRA seeks
Q
~'

sponsored research,,\
support for further development of the ACQUIRED RIGHTl and INRA

~

shall provide UPI with an outline of the proposed re!earch and
~

development protocol and a budget, in a form sUi~able for

confidential

TERRITORY.

presentation to potential sponsors
ij

wiithin

~
]

the

~~
y,

C. INRA grants to UPI the right to disclose to factual or
%

•

7

the standard CDA prior to distribution to potentiLil $Ptionees,
~

licensees and/or sponsors, and/or INRA may request that no!confiden-
!

tial information relating to the ACQUIRED RIGIIT be disse'l\inated by

potential licensees within the TERRITORY, information lregarding
',':

,ACQUIRED RIGHTS, upon condition that the disclosure is ac~omplished
r
f, -'

in a manner and form sufficient to protect and safeguardl: the pro-

spective patent rights thereto. Attached hereto, and mJrked "Ex
~

hibit 'A'", is a copy of UPI' s standard Confidential ~isciosure
~
]

Agreement ("CDA"). INRA agrees that the execution of al CDA by a
~

prospective disclosee shall generally constitute SUffic~ent pro
:

tection and safeguarding, 'as aforesaid. At the time it $ubmits Lin

IIIl:

by UPI to
f
]1
,~

ACQUIRED RIGHT to UPI, INRA may request modification(s)\
i

I,
I
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1
UPI unless and until such ACQUIRED RIGHT has been electe& by UP! as

j
{,

an I~VENTION SUBJECT TO THIS AGREEMENT, under Section 4D. 1

with

D. UPI shall evaluate such ACQUIRED RIGHTS at its

all reasonable diligence and shall notify INRA
1wn
1

tn

expense

writing

whether or not UP! elects to include such ACQUIRED RIGHTd as INVEN
l

TIONS SUBJECT TO THIS AGREEMENT.

j'

(1) With respect to complete disclosures, wit~in ninety
~
}

(90) days from receipt of an ACQUIRED l,UGHT from

INRA, UPI will notify INRA in writing,
Th

whetilier or not
J

UPI elects to subject such ACQUIRED RIGdT to this
{

(2)

AGREEMENT. If UPIrejects an ACQUIRED RIG~, it will
i

give its reasons in its letter of rejection, and send
I
~

copies of all the CDA's which may already! have been
J

executed relating to the said ACQUIRED RIGdT.
]

With respect to incomplete disclosures,l UPI will

notify INRA within thirty (30) days of the ~eceiPt of
~

for

and

information req,uired
j

evaluation) ,

theofdisclosure

such disclosures will be held

receipt of such information, at,

(3) month period of Section 40(1) shall combence.
I

With respect· to complete or incomplete di,lsclosures,
1,

in the event UPI believes that an ACQUIREfuRIGIIT is
~

unsuitable for presentation, patenting orl exploita-

tion at the time an election decision iJ required
~

under Subsections (1) or (2) of this Section 40, but
I

completing the disclosure (and its

in abeyanle pending
I
i

which timel the three

the

(3)

8

•
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believes that the invention contained

I
~
\

~
the\rein is

1
of

potential value to INRA, UPI may reques~ that the

*disclosure be placed in suspense for suc~ period as

UPI and INRA mutually find acceptable.
}

~

lUPI under-

stands and agrees thatINRA is under no obiigation to
~

consent to the suspension of election of 4n ACQUIRED

RIGHT. ACQUIRED RIGHTS which become sUbj~ct to this
~

subsection shall be known as "4-D-3 disclo$ures".
i

E. In the event UPI does elect to subject an ACQUIR~D RIGHT to
1
,~

this AGREEMENT, INRA agrees to grant and hereby does gran~ to UPI an

exclusive agency in the TERRITORY to perform the dutiesland enjoy
1i

{
the rights which devolve upon UPI under the terms of this jAGREEMENT,,

f

subject to any previous commitments made or limitations ~ncurred by
f

INRA to the government of France or under the laws or reg~lations of
1

France (which commit~ents and/or limitations have been cpnveyed to
~
t

UPI pursuant to Section 4B(1) hereof), and such ACQUIRED ~IGHT shall
o

licences granted for such

. thereafter become an
f

INVENTION COVERED BY THIS AGREE~ENT •
r

INVENTIONS COVERED BY THIS AGREEMENT
1

Any

shall

shall attempt to require that the licensee use
i

INRA's nam~ on or in
t

connection with licensed products, but does not

shall always be able to achieve same.

guarant~e
I
t

that it

r
F. In the event an ACQUIRED RIGHT is elected bt UPI and

becomes an INVENTIO!'1 COVERED BY TIIIS AGREEMEtIT, no sdoner than

9

•
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twelve (12) months from the date of such election, upon INRA's
!
~

request, UPI shall release such INVENTION. to INRA and uIj! I s agency

as to that INVENTION shall terminate, unless:

(1) UPI has granted an exclusive
I

license td said IN-
@

~

VENTION which was accepted by INRA pursuant to Section 2A.

Then,

that

said license shall constitute a conclusive dresumption
11

UPI has produced maximum utilization of thel said IN
t

INRA under Section 4G.

VENTION, provided that UPI has made every reasonablJ effort to
~

cause the licensee to fulfill its contractual obliga~ions, and

UPI's agency as to that INVENTION shall not be terbinable by
%
I

(2) UPI has granted one or more nonexclusive ~icenses to
)i

said INVENTION which were accepted by INRA pursuant ~o Section
i

2A. Then, no sooner than two (2) years from the Idate upon
\1
£

which such INVENTION was elected by UPI under Section 4D
i!

hereof, INRA may initiate the actions described in sJction 4G.
~

~

(3) UPI has granted one or more options tol obtain a
~1
1

license to said INVENTION which were accepted by IN~ pursuant
I
~

to Section 2A. Then, no sooner than one (1) year from the date
I

upon which the first option covering the INVENTION ~s granted
~.

by UPI, INRA may initi.ate the actions described in se!=tion 4G.
o

(4) UPI has obtained sponsored research and/otdevelop-
~

ment funding under research and/or funding agreement (s) which

was accepted by INRA pursuant to Section 2A hereof.l Then, no

sooner than one (1) year following the eXPirationl or other

termination of such research and/or development
~

fund~ng agree
t

ment(s), INRA may initiate the actions described in

10

•

~ . .
Sectlon

~
4G.
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( 5) UPI has filed a patent application in the
~,

name of

WRA covering said INVENTION in the

Then. no sooner than two (2 I years

United States 4f America.
'I

from the date lupon which
1",

such INVENTION was elected by UPI under Section 4D h$reof. INRA

may initiate the actions described in Section 4G.
~

1<

(6) An optionee. licensee or sponsor under fa research
f'

and/or development agreement has filed or paid for!the filing
~

of a patent application covering said INVENTION in lthe United
I

States of America. Then. at any time after the las~ to occur
~

of (i) two (21 years from the date upon which sucH INVENTION
l'

was elected by UPI under Section 4D hereof, or (iill the first

time. if any. expressed
~

i
in the aforementioned option. license

{

G. If, subsequent to the time periods described

4F(2) through (7). INRA determines that UPI has failed

in
'{'
{(

to

Section

produce

the maximum utilization or return which might be exp~cted from
1

commercial development of an INVENTION. INRA shall. upon ~ixty (60)
't

days written notice to UPI. have a right to terminate ~he agency

11

•
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!
granted to UPI hereunder with respect to such INVENTION ~nd demand

recovery of such INVENTION.

suchofreasonablenes$theto disputedesiresIf UPI
¥

determination by I~RA, and the dispute is not settled by n~gotiation

between the Parties, such dispute shall be settled by an ipdependent
~

third party expert, mutually agreeable to both INRA and UfI, at the

joint expense of the Parties. The expert shall have thJ right to
I

request the Parties to provide relevant documents and f,io present
:j

oral evidence, but shall not be bound by the rules of eviaence, and
{

shall seek to resolve the dispute in an expeditious and informal
J:
!

manner. The expert shall agree that the information madejavailable
t

to him and the conclusion he reaches shall be kept confidential.

The determination of such third party .expert shall be lfinal and
'!

binding upon both INRA and UPI. 1
(

In the event of such termination of agency, JUPI shall
j

receive and retain a royalty or funding share

INVENTION arising directly from any license or

for the lite of said
j

agreement cbnsumrnated

prior to the demand for the recovery of said INVENTIO*, in the
~

amount it would have received and retained had the INvENTION not

been recovered by INRA.
t

If an INVENTION COVERED BY THIS AGREEMENT is released to
1

INRA, UPI will supply the names of business entities to whpm presen
i

tations of the INVENTION were made, and the names of thosejwith whom
I

negotiations were undertaken and the stumbling blocks o~ the said

negotiations.

RIGHT to this AGREEMENT, of its

ACQUIRED

12

•

!
In the event UPI does not elect to subject ar!

!
or fails to give tiI:lely notice

1

I
j
i
t

____L

H.
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election to subject such ACQUIRED RIGHT to this
I

AGREEMENT I
(

then UPI

such ACQUIRED RIGHT \~i thout involvement of UPI.

shall ob t a i n no agency right hereunder in such ACQUIRED IRIGHT and
'j
1-

!NRAshall be entitled to pursue any and all activities felated to
!

I

I. UPI agrees to hold in confidence all information'lconcepts,

ideas, processes, methods, techniques, products, formulasl know-how
t

and improvements incorporated in ACQUIRED RIGHTS and ddclosed by
1
]

INRA to UPI and identified at the time of submission 1as being
J

confidential (the "Information") and not to disclose suci Informa-

tion to anyone except such of UPI's employees as may be necessary,
~

or in accordance with Section 4c hereof, and not to use sQch Infor-
}

~

mation for a purpose not covered by this Agreement for a Iperiod of
~

five (5) years from the date of receipt of such ACQU~RED RIGHT
!

unlesS:

(1) Such Information is or was a part of 1e
:j

public

domain prior to the date upon which it was disclosed ~o UPI; or
. I

(2) Such Information becomes a part of the pUb~ic domain

not due to some unauthorized act by or omission of IUPI after

this Agreement is executed; or
}

(3) UPI can demonstrate that it theretofore ind~pendentlY
*obtained knowledge of such Information; or

(4)
t

Such Information is disclosed to UPT. by a t?ird party

who has the right to make such disclosure; or

(5)
'1

Permission to disclose said Information oir to make
:1

use thereof is obtained by UPI from INRA in writing. j
It is understood that the Information to be

1
disclosed

1
upon

the execution of this Agreement shall be furnished by

13

•

IURAI to UPI in
}
j
~
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:urt~erance 0: the expresse~ purposes of this Agreement, 4nd for no

other purpose.

Section 5. Patents and Patent Costs

A. Subject to the provisions of Section 4, UPI shall, when it
t

deems necessary, promptly file or cause to be filed patent applica-,,
tions in any country or countries in

uni ted States , in the name 0 f INRA.

the TERRITORY, inc~uding the
I

In the event UPI ~hall file
~

I
counterpart patent applications in the TERRITORY which Idiffer in

~
text from direct English translations of French patent applications

t
1

theretofore filed by INRA, UPI.will submit copies of suc! counter-

part patent applications to INRA. It is understood that! UPI will
.j
.1

conform such counterpart patent applications to legal, gtammatical

and/or stylistic requirements of the country or countries!of filing
]

within the TERRITORY. Such patent applications shall bejfiled and
j

prosecuted, and any patents issuing thereunder covering tNVENTIONS'

COVERED BY THIS AGREEMENT shall be maintained at no cosJ to INRA.

INRA agrees to sign or cause to be signed

and take any other action necessary to

prosecution. In the event UPI decides not to file a paten} applica

tion on an INVENTION COVERED BY THIS AGREEMENT, it will n~tifY INRA
j

of such decision, and state the reasons for such decisiqn, within

adequate time for INRA to file a patent

VENTION and will promptly transfer all of

application oni such IN-
1

UPI's rights 'herein to

INRA, thereby deleting same from the scope of this AGREEMENT.
:1

In the event UPI, or an optionee or licensel of
:1

UPI,

decides to abandon a

•

filed patent

14

application or issJ,ed patent
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;

covering an INVENTION COVERED BY THIS AGREEMENT, it will nptify INRA
f

o~ such decision within adequate time for INRA to

prosecution of such application or maintenance of

,I.

corit.Lnue the
I
k

such issued

patent, as the case may be, and will promptly transfer al~ of UPI's

rights therein to INRA, thereby deleting same from the scobe of this
';

AGREEMENT; or

B. If UPI files for patents as aforesaid, UPI may

(

~
first deduct

~

the filing,. prosecution, and maintenance costs from ro~alties or

other income (but not from research and/or development! funding)
$

derived from the licensing or other handling of the harticular
s
:{

INVENTION or INVENTIONS involved, and the remaining ro~alties or
'{. .
&

other income shall be shared as set forth in this AGREEMENt •

.
f:

C. In the event any INVENTIONS COVERED BY THIS IAGREEMENT
l

become involved in litigation initiated by UPI in the TERR~TORY, UPI

will pay the expense of same;

of the

to therelaJed
t

Ibalartce
~,

or the remainder of such royalties, a~ the caseif any,recovery,

INVENTION that is the subject of the suit, with the

litigation expenses from any recovery or royalties

X

may be, to be shared in accordance with the royalty sh~ring pro
Il,

visions of this AGREEMENT. Notwithstanding the foregoin~, UPI may
-i

transfer some or all of the power of litigation '!and :;the costs

thereof to a licensee under an INVF:NTION COVERED BY TillS IAGREEMENT,

and permit the licensee to set-off its litigation costs Ifrom roy-
~

alties otherwise due. In no event shall INRA be requiredjto become

a party to any such suit initiated by UPI or any liccns~e without

INRA's express permission unless so required by law or cou~t action.

15 ]
}

§
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Section 6. Representation and \~arranty bv INRA

INRA represents and warrants that it has the

-\

t. ~nghtl
i

f
to enter

into this AGREEMENT and intends hereafter to comply with the terms

thereof.

Section 7. Pavments and Consideration

A. UPI shall collect and receive in its own

]

!
narnel all roy-

alties, fees or other remuneration hereafter to

by reason of the licensing, sale, litigation or

be due o! accruing
t

other eX~loitation
{
t

of INVENTIONS COVERED BY THIS AGREEMENT and shall also c~lle~t and
"§

receive in its own name all sponsored research and/or d~velopment

funding payments to be due

research and/or development

behalf of INRA.

.~

or accruing by reason ofl sponsored
1\

agreements which UPI nego~iates on
l'

B. (1)
1,(

With respect to any royalties or other ~ncome
[,

re-

litigation or otherceived by UPI for the licensing,· sale,

exploitation of any INVENTIONS COVERED BY
~

THIS AGREEMENT in
~

any

country in the TERRITORY in which INRA has filed f;br or has
t

obtained patent protection, UPI shall first reimbursJ.INRA for
t

INRA's patent filing, prosecution and maintenance

curred in the TERRITORY for patent application (s)

i1

lcosts in-

dnd issuede

patent(s), then, subject to Section SC, UPI shall rc~ain forty
t

percent (40%) thereof and shall pay over to INRA the!remaining

sixty percent (60%).

•

16
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(;;:) )H th respect to any royal ties or other Income re-

ce i ved by UPI for the licensing, sale, litigationl or other
{

exploitation of any INVENTIONS COVERED BY THIS AGREE!oiENT in any
. J

country in the TERRITORY in which UPI or a licensee bf UPI has
1

filed for or obtained patent protection, but subjeqt to Sec-
t

tions SB and SC, UPI shall retain forty percent (40~) thereof
t:

and shall pay over to INRA the remaining sixty percen~ (60%).
I

(3) INRA recognizes and agrees that subaequant, to the
l

date first written above, UPI has the exclusive agency to seek,
optionees, licensees and/or sponsors for INVENTIONS tOVERED BY

~
THIS AGREEHENT in the TERRITORY, subject to the I terms of

Section 4F and G.

enter into option,

UPI recognizes that INRA may neg~tiate and

license, and/or sponsored resear~h, ~nd/or
development agreements with French or

entities located outside the TERRITORY,

{
1

mUltinationa] business
1
f
~ .

and that suc~ bus~ness

i
l

(i) With respect to agreements, as ~foresaid,

between INRA and business entities entered intd prior to
t

the date first written above, UPI shall be entiiled to no
~

entities may desire, and INRA may wish to grant to

to INVENTIONS in the TERRITORY.

~.thrm, rights

share of royalties, sponsored research fUnding\ or other

income derived therefrom. I
(ii) With respect to agreements, as ~foresaid,

~
between INP.A and business. entities, the negotliation of

:1

which commence after the date first written a;bove, UPI
1

agrees to negotiate for INRA or assist INR,\ upon request
i

in negotiations affecting the TERRITORY. !NRA agrees that
)

UPI

•

shall retain from funds

17

received by
!

UPI j or
r

t

shall
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receive from INRA from funds which INRA receivesl from such
~,

optionees, licensees· or sponsors, as the cas$ may be,
~

·fifteen percent (15%) of royalties or other inco~e derived
~g

from optioning, licensing, sale or other explo+tation of
y

percent fromred)eive

ithrel'!-quarters
r

INRA

andINVENTIONS/ andlor three

3/4%) of monies UPI or(3

subjectthe 'i'err i tlJryIthe

)1('.
IIa

from a

negoti-

d~velopment
.~
~

~

and/orresearchsponsored

agreements covering such INVENTIONS.

sponsors I under

1
(4) With respect to any monies which UPI receiyes

]
sponsor under a research and/or development agreement

l

Territoryl

~.
lin the

~
ated by UPI on INRA' s behalf, UPI shall retain te:n percent

~
\

(10%) thereof, and shall pay over to INRA the remain~ng ninety
': .

(5)

percent (90%). )
*I

From its share of royalties or other incjome, INRA
~
{

shall compensate the INVENTORS of INRA in accordanc~ with its
:),

applicable policy and UPI shall have no obligation wd:h
f.
t

respect

~
ill

concluded by UPI on an INVENTION COVERED BY THIS AGREEMENT, an
1
}I

additional exhibit to the present Agency Agreement will be
I

signed by INRA and UPI to specify the partition of! all roy-,
alties and other payments resulting from said licenselagreement,:,
between INRA and UPI, in accordance with the pres~nt Agency

Agreement.

(7) The Parties recognize that from
~

time-to-t1ime,g INRA

may request UPI to provide counsel, or to act sotely as a
!x

negotiator of options, licenses or sponsored researlch agree
1
ill

ments in the TERRITORY for INRA respecting inventi(ons which
ti,

18
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I~:Jt,\ does not elect to submit to UPI as ACQUIRED RkGHTS. In
{
:\

such event, if UPI chooses to represent INRA inl any such

matter, the Parties will determine UPI's compen~ation for

services to be rendered on a case-by-case basis

commencement of the requested services.

prIor

I
to the

I
C. In the event INRA shall recover an INVENTION fOVERED BY

THIS AGREEMENT from UPI pursuant to Section 4G, and within six (6)
I

months after said recovery INRA shall grant an option to l~cense, or

a license, or shall receive sponsored research and/or ~evelopment

funding from a business entity with which UPI was in achive nego-
I:

tiation within s Ix (6) months prior to said recovery, Ithen INRA
1

shall pay over to UPI from royalties or other income,

and development funds, one-half (1/2) of the amounts

ok research
I

w~ich would
~

have been retained by UPI under Secticm 7B (1), (2) or d) had the
1

INVENTION not been recovered and the aforementioned option, license
I
'I

or funding had been negotiated to a successful conclusion by UP!.
!

D. (1)

t
i
I

All royalties or other payments received by UPI and; . f
t

attributabJ.e ~o the liCensing of INVENTIONS COVEREp BY THIS,
,[

AGREEMENT shall be· accumulated by UPI and amounts dfe to INRA
I

shall be paid to INRA semi-annually each year on or ~bout each
t

January 15 and July 15, together with an accountihg of the

source of such amounts and a copy of the statementl of sales
t

and/or other documentation as received from the licenkee.
~
'~

:l
(2) All monies received by UPI and attributablcj to spon

t

sored research and/or development funding agreementJ shall be

19
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pain to INnA no later than fifteen (15) days after jreceipt by

UP!.

~
E. UPI shall keep accurate books and records of itslincome and

receipts hereunder and of disbursements,
j

and INRA shall have the

right to inspect such books and record£, at reasonable and

at reasonable times.

j
F. UPI agrees that any payments due from UPI toiI:NRA based

t
upon cash received from optionees or licensees, which pa¥ments are

not remitted . within thirty (30) days of January 15 a~d July 15
{

respectively, shall bear interest payable to INRA at the ~ate 9f one
• 1

percent (1%) per month. UPI shall attempt to requ~re t~e same of
1

licensees in all agreements, but does not guarantee that ~t will be
1
I

able to do so nor that it will always be able to coJ!.lect same
1
1

interest from licensees under agreements that require suc~ payment.
I

Section B. Term

I•
A. The term of this AGREEMENT shall be from the d~te hereof

1. }
for a period of three (3) years and shall be automat~cal~y renewed

for additional one (1) year periods thereafter; provided~ however,

that either party shall have the right to terminate thisl AGREEMENT
I

at the end of the initial three (3) year period or any ~ubsequent

~

one (1) year period thereafter by providing written Inotice of

20

•

the end of any such period.

t
termination to the other party at least thirty (30) day s prior to

f
Notwithstanding the expiratipn of this

AGREEMENT or earlier termination as provided hereunder, wikh respect
I
1
~,

I. . -1__.__
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to any I~lVE~TION COVERED BY THIS AGREE~;ENT, the p r ov Lsilons hereof
!
t

r~lating to such INVENTIONS shall survive such expirationjor earlier
f

termination, unless recovered by INRA under Section 4G,1 until the
;~

f
expiration of the last to expire of any patents issuing o~ each such

INVE}/TION.

B. In the event of receivership or bankruptcy of luPI,
I

or in

COVERED BY THIS AGRE.EMENT then represented by UPI as ageJt pursuant
. ij

to and under

to INRA. In

the terms of this AGREEMENT shall automatic!,IIY ~evert
]

the event of such reversion, UPI shall ~eceive and

retain royalties and/or funding shares from and for the full term of
]

any licenses or similar agreements consummated prior ~o the re-
'\

ceivership, bankruptcy, assignment or cessation of busin1ss of UPI,

in the amount it would have received and retained had thelINVENTIONS
~'

not reverted to INRA.

• • .I
C. If either party shall at any t~me dur~ng the ~erm hereof

i
commit any breach of any material covenant or agreem~nt herein

• "!
r

contained, and shall fail to remedy any such breach wilthin sixty
.I

(60) days after written notice thereof by the other p~rty, such
t

other party may at its option terminate this AGREEllENT bYr notice in
I

writing to such effect, in addition to such other r erneddes as are

provided by law.

n
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D. The termination of this AGREEHENT for any caqse or the

cCfisution of the agency as to any INVENTION
~

COVERED BY TLHIS
t'

AGREE-

~~ENT shall not af:ect the terms of any options,
./:

licens!,!s, sales,

research and/or development agreements or other grants ~heretofore

l
entered into by UPI, and no termination shall relieve gPI or its

'I

successors of its obligation to pay INRA its share of rd~alties or
i'

sponsored research and/or development funding due or to become due
.~

or accrued under Section 7B hereof, or shall relieve I$RA of the

obligution set forth in Sections 4G, 7B, 7C, and 8B to pay a con
1

tinuing royalty or funding share attributable to servic~s of UPI,
:1
~

the right to which continuing royalty or funding share acc;rued prior
J'

to such termination.

Section 9. Miscellaneous

A.

Parties,

expert,

If a dispute is not settled by negotiation bktween the
,\,
~

such dispute shall be settled by an independent ~hird party
t

mutually agreeable to both INRA and UPI, atl the joint

expense of the Parties. The expert shall have the rightjto request
i

the Parties to provide relevant documents and to pr~sent oral

Thecon fidcnbia 1.keptbeshallreachesconclusion hethe
~

determination of such third party expert shall be finul 4nd binding,

and

upon both INRA and UPI. Such arbitrution will be submiclted to the

rules and control of the Internationul Chumber of Co~krce. The

expert will determine, in accordance with the matter of

22

t~e dispute,
H

ill
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~hethe~ the French legislation or the laws oi'

t
I

thel, State
,\

of

connecticut shall be applicable to settle the diSPllt~. If the

Parties disagree with the expert determination of the

legislation, the ICC will decide that point.

~pp1ication
1,
W
~~

'!

t
~,

B. Any payment, notice or other communication required or
1

permitted to be made to either party hereunder shall be sdfficiently
]

made or given on the date of mailing if sent to such pa~ty at its

address given below, or such other address as it shal~ hereafter
t

designate in writing, as follows:

In the case of UPI:

President
University Patents, Inc.
P. O. Box 901
Westport, Connecticut 06881

In the case of INRA:

All legal documents to:

Chef du Service Juridque
et du Contentieux

Institut National de la Recherche
147, rue de l'Universite
75341 Paris Cedex 07, France

All other communications to:

s
'i
l
~
1
~

Agronomique
1

Agronomiq~e
t

I

Directeur des Relat±ons Industriel1es
etde 1a Valorisation

Institut National de 1a Recherche
147,rue de l'Universite
75341 Paris Cedex 07, France

23

•



.. '" . O:'4/lI/B7/AG3B
1:'IB87

C. VPI agrees that a provision similar to the
1

langu~ge follow-

!
"LICENSEE agrees to defend, indemnify and hoI'! INRA and

1:
UP! harmless from and against any and all liability~ demands,

]'
damages, expenses or losses for death, personal inju~y, illness

. I
j

or property damage arising (1) out of use by LICENSEE or its
~

transferees of inventions licensed or
1. f .ran ormatnon 01
'l

furnished

under this agreement, or (2) out of any use, salel or other

disposition by L!CENSEE or its transferees of

use of such inventions or information.

J
products

I
made by

As used in this ART!CLE ,
]

'INRA' includeslthe offi
1

cers, agents and employees of INRA, and 'LICENSEE' inbludes its
I

affiliates, subsidiaries, contractors and

D.

sub-contracbors."
l,
i
I

UPI agrees to use its best efforts to ensure thatlOptionees

and Licensees of INV.ENTIONS COVERED BY THIS AGREEMENT actlin accor

dance with the terms and conditions of the option aJd license
't
~

agreements to which they are parties. In the event UPI finds it
~'

necessary to enforce any option or license agreement, U;PI agrees

that the costs of reSUlting litigation shall be borne by lun. UPI

shall be entitled to deduct its litigation expenses from 4ny recov-

ery royalties related to the INVENTION that is the sUbj~ct of the
1
{

•

24
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suit. from whatever source or sources such recovery or ro~alties may

omanat.e , \1i th the balance of the recovery or the remaindlr of such
I
{

royalties. if any, ,as the case may bei to be shared in ~ccordance
I
t

E. This Agency Agreement shall be executed
j
I;

simultapeously
i

in
J

four counterparts, two in English and French, each of whi~h shall be
!

deemed an original, but all of which together shall cons~itute one
e

~
and the same instrument. In case of dispute as to the m~aning and

\
to intent of the Parties, the French language version of ~he Agree-

ment shall be controlling.

I
F. This AGREEMENT shall be binding upon and shall i~ure

t
benefit of the successors or assigns of INRA, but UPI may ~ot

j

to the

assign

this AGREEMENT nor any interest, under this AGREEMENT w~thout the

t'
\
I
1
j

•
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prior written consent of INRA, except that UPI may assignlits rights

to monies due or to become due hereunder.

IN WITNESS ~HEREOF, the Parties hereto have caused tPis AGREE-

MENT to be signed hereinbelow. I
l
~

t
~
-~

~
UNIVERSITY PATENTS, IN~.

~

IHTNESS:

AJd(zJ)/~=--~- aY /J.~~ ~l
,.~ i. . .

A. S/. ALPER'l", Presidept:

f
Title: ! I

~
INSTITUT NATIONAL de lal

RECHERCHE AGRONOMIQUE!

t\. V/~E~t,

~lrec·,ou·: ·';:;':3 ;~·zht!~n~

l'1ITNESS:

___Jj...;;:"'"J.....~ By: Qlqn.,J''!5't 1

ir:c!:.,:;.o.:,:')li·'·:;

et de Ia Vai~ri:ation

•
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