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M~. Allen J. Sinisi 111
olirector
O~fice of Research and
! Project Administration

~~~n~~~~~ ~~ir~~~~ty
PI. O. Box 36
Ii· . /
P~inceton, New Jersey 08544
I
O~ar Al:

Ii We are pleased to announce that the relatio
Upiversity Patents, Inc. and USET, Inc. has nOW be
F~om prior discussion, you are aware of the backgro
a~rangement. USET' g technology transfer group is
U~iversity Patents' and University Technology
p~tent management businesses. All operations are c
W~stport, Connecticut location formerly occupied by
b~en named president and chief executive officer of
i
! As you can imagine, we have a lot of organfZing to do,

ih.,.tegr.ating the two entities and developing additi nal services
which we believe will be of substantial benefit to you. In the
m~antime, however, please be assured that the serv:\. as Which UPI
h~s rendered to Princeton University in the p st will be
cpntinued without interruption. The UP! technology nd licensing
peop l.e with whom you have worked are all employes of USET,
ekcept for Sid Alpert, Who is a consUltant. We re joined by
c~rl Wootten and Norm Latker, both of whom are undo btedly known
tp you. For the moment! nothing else has changed. I will c~ll
ypu shortly for an appo~ntment. When we visit, I w nt to rev~ew

opr practices and procedures with you, as we now have an
e~cellent opportunity to address your concerns an improve our
s"'rvices.
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k you for your leLter' of July 1, 1988 and the xerox copies of the slides
p['eS~flLeti. Hdving d t s cu s sad the i t em with Illy management I would like to
rrn you, t he t, t he IJdsi~ s t ruc t ur-e of cooperation as outlined in our
in~ 1St I)(>"ing accepted by liKSS as fair and reasonable, we would t ne r e
appreciate very much to receive USET's specific proposal,

forward to hearing from you,

to Dr. Altieri end Mr', l.et ker ,
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. ; ... University Patents, Inc .

VIA FACSIMILE
No. 011 33 14 7059966

July 12,

Mr. Alain' Weil
Directeur des Relations Industrielles
Institut National de la Recherche Agronomique
147, rue de l'Universite
75341 Paris
Cedex, 07, FR~NCE

Dear Mr. Weil:

Re: Agency Servicing Agreement

~
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1-165 Post Road East. P.O. Box 901 • Westport, CT 06881

Thank you for your letter of JUly 1, replying ~o Mr.
Alpert's letter of June 30. We fully recognize that I~RA has
the right, under Section 8B of the INRA/UPI agreeme~t, to
withhold consent to the assignment of the agreement tq USET.
In the following paragraphs, I will explain who USET ~s and
why we believe it can successfully represent INRA Ln] North
America. Parenthetically, may I say that USET is usipg UPI
letterhead· until our new stationery (with new te~ephone

numbers I is ready. j
~

(11 USET is a corporation which was formed in early ~988 by
the Maxwell Group at the direction of its Chairman, lRobert
Maxwell. Mr. Maxwell, since his service as a Me~erof
Parliament in Great Britain some years ago, has beep con
cerned that inadequate technology transfer has Impeded the
progress of mankind, particularly in the areas of heal~h care
and food supply. To help remedy this situation, ~e has
applied his corporate resources to the creation of US~T, an. '. ~ . .
ent~ty modeled after UPI to transfer technology. Adq~t~on-

ally, USET will create a computer-based marketplaqe for
university/industry technology through its data base slubsid-• . . :f
~ary company. I .

;
Technology Transfer. The Technology Transfer por~ion of

USET comprises the merger of university Patents, IInc.'s
technology transfer business with IUniversity Tech)nology
Corporat1.on formerly of Durham, North ·Carolina ("UTC" II. UTC
was formed several years ago to do precisely the s ame work
which UPI has done, and with which you are familiarl. UTC
represents, as exclusive technology transfer manaqer , the
University of Iowa, the University of Connecticut, the i'

•
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Mr. Alain Weil July 12, 1988
'Page Two

l
University of Maryland, Georgia Tech and Kansasl State
Universi ty. UTC operates with on-campus representatiJpn and
central office evaluators and marketeers of techrtology.
UTC's staff and operations will be consolidated in We~tport,
Connecticut with that of UPI. I

~

The technology transfer personnel of UPI have ltraris
ferred, intact ,to USET, except for Sidney Alpert, wqo will
remain with UPI for the indefinite future. The president of
USET is L. W. Miles. Mr Miles was the founder, Chair~an and
Chief Executive Officer of UPI for almost twenty year~. His
assumption of the management of USET was a requirementjof the
Maxwell Group. As a consequence of the two acquisitio~s, our
collective staff includes the people with whom yqu are
familiar at UPI: Patent Attorneys Yahwak and Shimei, ~nd the
undersigned; and licensing executives from UTC with ~imilar

backgrounds. AdditionaI professional staff is beirtg re
cruited which will provide capabilities in all major ~echni
cal disciplines. Mr. Carl Wootten, founder and lformer
President of UTC, who was license administrator a~ Duke
University for many years, remains with USET. .

In summation, we can say that USET's technology t~ansfer
division is a stronger, more broadly based, better financed
UPI with more clients and the ability to grow succesfsfully
under strong financial auspices. I

I
TechnOlogy Information Center. As an adjunct ~o its

Technology Transfer business, USET acquired a comput.e r
software developer ("TIC"). TIC is developing a data b;a.se to
provide access to subscribing industrial clients infor/nation
about' technologies available for licensing from thd USET
portfolio. Also available to industry will be re~earch
funding opportunities from university investigators~ In
addition, the data base will include listings of tech!J.ology
"wants" from industry. All of this information will bel, coded
and will move through USET as the marketplace. It ~s' our
belief that TIC will enhance technology transfer O~ in
ventions, such as INRA' s, while simultaneously ident~fying

support for projects needing funding. INRA may wish to make
use of this service, as well. j,

. I
(2) If we have INRA's consent, all projects prev~ously

undertaken by UPI will be transferred to USET withoult any
changes. Thus, those items which UPI has elected w~ll be
assumed by USET. Those which have been under consideration
by UPI will be elected or returned by USET.

(3) All of the personnel heretofore involved with INRA' s
affairs have been transferred to USET, except for Mr. A+pert.
Mr. Alpert is a consultant to USET and will continue in that
capacity for the foreseeable future. 1

~
~
!
.~.

Universfty Patents,

• •
:}
®



ROBERT I. SIEGEL
Counsel

Mr. Alain Weil

RIS:sb
cc: Mr. L. W. Miles
cc: A. Sidney Alpert, Esq.

July 12, 1988
Page Two
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MAXWELL
COMMUNICATION CORPORATION plc

1987 Report and Accounts

FINANCIAL HIGHLIGHTS
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"In 1987 the Corporation passed a.
number of important milestones on the

road to achieving our goal of becoming a
global information and communications
company before theend of the decade,

with annual revenues of £3-5 billion with
,profit growth to'match"

RODERT ~IA>.'WELL
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rXJA~ ,
University Science, Engineering
and Technology, Inc. I
8000 Westpark Drive, Mc'f.,ean, VA 22102
Tel: 703/821-2030 Fax !703/821-2049

Reply to:
1465 Post Road East ..
Westport, CT 06880 I
Tel: 203/255-6044 Fax: 1203/254-II02

j)

September 19, 1988

Dear Sam:

Re: USET Technology Transfer Services

~
As we discussed by phone , University Technology corpq

ration has now been merged with USET, and we would like ~o

officially re~open the dialogue with you concerning oqr
handling of your technology transfer needs. I think tha~,

with our expanded capability, we can now offer a proposal ~o

you for both the Amherst and, if appropriate, the Medic~l
Center and Boston campuses which we hope will meet yoqr
needs. As you know, USET now consists of UTC, the technology
transfer arm of University Patents, Inc., and TIC, a softwa~e
company in Houston ,Texas. USET itself is a who l Ly-eowned
subsidiary of Maxwell Communications, a multi-billion doll~r

company, which provides the stability and long-term financi~l

capability to provide a wide variety of services. !
ill

As we discussed by telephone, the following servic~s
would be provided, in return for a right of first refusal to
all of the technology that the University may acquire arisi~g
from its research, to include the following:

1. The services of a professional Technology Liais!n
Officer (TLO) on a regular "as needed" basis. The TLOls
responsibility will include providing patent-related educ~
tional services for campus investigators and interviewiJj1g
investigators to search out new inventions and help prepa~e

invention disclosures. The TLO will provide liaison with o*r
licensing staff, be available on-campus on a regular bas I s
for interviews with investigators, and generally be availab+e
to respond to technology management and resear~h

~
I!
~

Dr. Sam Conti
Vice Chancellor for Research
University of Massachusetts
Lederle Graduate Research Center
8217 Lowrise
Amherst, MA 01003

S~76ut7~

I
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Dr. Sam Conti
Page 2
September 19,

.~.

proposal inquiries from campus investigators and administrar
tors. The TLO will visit your campuses on a scheduled bu~

part-time basis. The only cost to the University will be for
;\

providing an office and administrative assistance in arrang~

ing appointments and the like. The cost of the TLO and th~
people who will perform the actual licensing functions wi~l

be entirely borne by USET. ill
8

2. Through our subsidiary, TIC, we are planning t~~
creation o f . a database incorporating university technology!.
As I described to you, this system would enable us to wid~~
the scope of our licensing activities on your behalf. Alt
your discretion, the system may enable University investiga,~

tors to solicit research funding from industry or oth~r

nontraditional-funding sources. USET also plans to promotj'e
the licensing of software, biological and engineering mat~
rials through the database system. These services will p;e
available at no cost to the University, other than the norm~l
sharing of income. Since we are not providing a full-time
TLO for the campuses, we would share any option fees, licen~e
fees, royalty or other income generated from our licensin:g
efforts, on the basis of 60% to the University and 401%
retained by us. In addition, USET would receive from tl1e
University 10% of the amount of any industrial research gra~t

generated by USET for utilization by University investigq]
tors. i

3. On inventions selected by USET on its right of firJt
refusal mentioned above, USET would file, pay for and o~n

patent applications throughout the world on these invention~.
The only caveat would be that the foreign filing prosecutiqn
and maintenance costs will be deductible from royalties qr
other income derived from these inventions prior to any
income distribution. Inventions which USET elects not to
file, pay for and own, the University may file, pay for a~d
retain. If you should so desire, we will market such iIj.
ventions as we would other technology, except that tqe
Universi ty would recover its patent costs prior to sharing

• • .I,
royalty or other 1ncome w1th USET.

4. The election of ownership mentioned in "3" abo~e
would be accomplished .within 6 months of receipt of a com
plete invention disclosure, at which time we will notify t~e
University of election or nonelection (or request an exteIj.
sion should the circumstances warrant). For incomple~e

disclosures, the invention would be put "in-abeyance" whi¢h
would toll the'time period mentioned above until such time 4s
the invention was complete. Under mutually agreeable '



Dr. Sam Conti
Page 3
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circumstances, the University may request the return of
invention.

t'

ah

5. USET would monitor all licenses and collect fund~
due to the University, paying the University its share on ~

semi-annual basis. i
If you agree, we propose an initial term of this Agre~L

ment for 5 years, subject to automatic 1 year-rollover~

unless terminated by either party after the 5 year initiall. .. I
term. ~

~,

I trust that the foregoing summary of terms and cod,
ditions will provide you with sufficient details upon whiqh
to act. Obviously, if additional information is required, qr
if you wish us to make a presentation personally to thee
appropriate people at the University, we would be happy tb
meet with you at your convenience.

:\

If you have any questions or comments regarding oJr
proposal, please don't hesitate to call me. If you wou~d
like to have a proposed Agreement for consideration, we wou~d

be pleased to provide one but would like work that o~t

together before actually sending you the legal document. !
~

I imagine this seems as long and drawn out to you as ~t
does to me, since we have been talking about this Agreeme~t

for approximately two years. Hopefully, we can now get tf\e
necessary people together so that the University's technology
can start getting out to industry to the benefit of bo-tlh
yourself and to USET.

Sincerely,

6'tu/
CARL B. WOOTTEN
Vice President

CBW:sb
cc: Robert I. Siegel, Esq.

---Norman J. Latker, Esq.
Dr. Billie S. Willits

J,
ij
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MAXWELL COMMUNICATION CORPORATION pic

The Reverend Mr. Juri Karner, Rector
Tartu State University
18 ulikooli Street
Tartu 202400
Estonian SSR, USSR

-
[Verify Title and Addres~.
See Tartu State Universit~
Letterhead) ,

August 31, 1988

Dear Reverend Karner:

We here look forward with great anticipation to a i,

continuation of the mutual progress initiated by our visi~s
in Estonia, '!uly last. To that end, I have encl~ed ~ ;;;i:"-~LD()YG

.ID.tgges.ted J01nt Agreement,\our Maxwell Technology progr~ ~ r-:
--------~ -and a, brief''',-DiSS\UlIUo,"snof our science an~ 1'echnology serVi.p.,.-iiS"-'-<M>o-.Mn - ~gr.eement. Further, [I wJ.11 bring with -me;{ror our l

()tQ.~ \' discussions i, copies of our existing agree~nts withi
L; ~ ~univ:ers1t1es in the United States", otlr 'i'fG)~'lpT7 §@lwicel

~1&£32&?pd 1
. . v
TheSe documents should be regarded as advance materi~ls

for discussions we wish to hold with you and your colleagpes
to implement our exciting projects. Mr. Simon May of my 1
London office will call to confirm arrangements for our
meetinq.

We are delighted that the breadth of our proposed 1
cooperation i!;l much in keeping with the spirit of Koinonea ~nd

the freer exchange of scientific ideas we believe is I' '
evolving at last between scientists and nations of the We~t
and those of Eastern Europe. We look forward to advanci~g

• •• 1the soaence and technology 0,£' a Ii!:de Lang'Zof Eston1an j
instititions.

Until our next meeting, I am,
f

Yours truly [His preferred closep

Kevin Maxwell, Chief Executive
Maxwell Pergamon Publishing

Corporat-ion

14 'I '?;;J
Enclosures: ~ (4), as stated

~~)
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c

~

MAXWELL SCIENCE AND TECHNOLOGY TaANSFER PROGRAM
TO ASSIST TARTU STATE UNIVERSITY AND

THE ESTONIAN ACADEMY OF SCIENCES

~s

A society's capacity and standard of living is, in latge
part, dependent upon its science and technology and its
willingness to apply and invest in them. Our science c?ind
technology transfer effort is offered to assist you in1 a
climate of increasing need for development and applicationlof
results, for est ..)·] 1....Jing new research collaboration, and fer
sources of ~I asK for further research. I

IvJJW~

...-Buring this decade and the foreseeable future, emerging
technologies, the increasing need for foreign trade, and ~he
needs, tastes, as well as changing values of this ~nd

following generations of Estonians, will undoubte~ly
reconfigure practically all facets of EstoniangRgmmer~e

servic,,:!s, employment and, yes, daily life. 'P8ese~m(flV±li1ii<!t-.L--(j(t
an 3 ils~efti!ll'l-' aspirations will exert great pressure \~ »
institutions and government to meet them. An important p~rt
of Estonia's capacity to respond to challenge is its
intellectual, scientific and technological fabric which sho~ld
allow creation of the wealth necessary to elevate the stand~rd

of living. !
g

~ 0..........,.;..(.

Can the adjustments be made so that the
technological changes will not create undue stress
given segment of the government and its people?

EST-PGM - Augu,l 31, 1988
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• identifying, protecting and then making knbwn
specific.· intellectual and tangil)le properties, such I as
research reagents and computer programs, while preserving ;the
incentives .for the inventor, the laboratory, and his or ner
country; and,

These efforts are designed to translate more
technological achievements into commercial success,
promote teamwork from innovation through application.

• for the identified technologies, finding targe~ed

applications within industry (without regard to natiopal
boundaries) and facilitating adaptation of those technolog~es

to products. j
~

rapijllly
and 1to

PUIJ!!!!!!'!;e

Why have I undertaken this venture
management, and why now? The answer is quite

~
into technoljbgy
simple.

I have launched this effort to improve productivi~y,
create additional incentives for all parties involved in !the
technology transfer process from inventor to producer, an~ to
enhance business opportunities and trade activities a~ong

countries at a time when the emerging climate for technoljogy
transfer between government and industry and among governm~nts

has become more favorable. In the West, and in particular ~he
United states, the cooperative spirit between government land
industry is spurred by a lack of growth in R&D financing land
the need to enhance competitiveness by providing better l~nks

between scientific and technological capacity, producti~ity

and economic growth. Joint ventures between universities land
U. s. industry have created additional revenue str~ams
necessary for the support of further research and for lthe
universities that play a unique role in getting the rese~rch

results applied. Further, competition posed to the westlern
countries from the rest of the world .is emerging. This
compp-tition requires collaboration and sharing of R&D cost~ to
yield new, improved products for commerce. This competitjion
is affecting .not only nations in the West and Far East ibut
Eastern Bloc countries as well.

technology management and transfer, w~iCh
recognizes:

This venture,
is not an easy one,

_;1

*(1) the diversity of organizations with diffeIjent
missions and operational principles that function in lthe
technology transfer continuum, from innovation to pract~cal

application; ,

(2) the different cultural and
which those diverse organizations
governmental structures; and,

political
operate

atmosPheresl in
under variling

,~

(3) the complexity of the technology transfer pro~ess
itself, which includes four basic steps: identificat~on,

transfer, commercialization and communication.

EST-PGM - AuSU"t 31, 1988 ~~age 2
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~
We define those terms as follows: for, identification -

selecting from an array ..inventions and discoveries tor
commercial development, either on-site at the universities ~nd

other research centers where they emerged or from Jan
electronically stored data bank; transfer - communicating ~nd
conveying applied technologies to potential individuals ~nd
institutional users; commercialization - testing, refin~ng

and otherwise readying the applied technologies for market ~nd

economic returns; and, communication - developing effect~ve
communication links and networks to establish a critical m~ss

of technological information and of research and industr~al
organizations for targeted, high priority areas.

The technology transfer process is shown in grea~er
detail in Figure 1.-
organizational structure

To efficiently undertake this venture into technolbgy
management, I have established two separate but rela~ed

organizational entities with their respective knowledgea~le
experts: ,.

i
• university Science, Bngineerinq lUld Technolc';jj, r'cr.

(USBT) a for-profit; and,

• Technology and Science C~D~er, a non-profit.. .

USET is structured t::. identify and market a spectrum: of
intellectual. and tangible property advances to industry OI,1 a
worldwide basis.

;~

USET is part of the Maxwell Pergamon PUblishkng
corporet.Ion", under the direction of Mr. Kevin Maxwell, lits
Chief Executive Officer. 1

:~
, • •. ill

The Technology and sctence Center a.s structured to ,""ark
closely with a broad array of government laboratorV~s,
universities, industries, and foundations who work ntbre
comfortably with non-profits to build the necessary bri~ges
for technology transfer. I

The Center~ under the direction of Dr.
T. Harmison, an officer of the Maxwell Foundation, is
the Maxwell Foundation, a charitable organization.

~
Low':ell

part!: of
~
t
¥

Our view of research and development resources in !the
technology transfer process is shown in Figure 2.

*j
In Attachment I entitled "Maxwell Science and Technollbgy

Transfer Services to Assist Tartu state University and !The
Estonian Academy of sciences," I am outlining the services (and

I
~

IThe Maxwell group of organisations. hereafter called Maxwell, encompasses Maxwell Pergamon PUb~Shing
Corporation. 4

EST-PGM - Augull 31, 1988
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~

describing in some depth how we could support and work w~th
your research institutes, universities, and government
laboratories, and what the benefits of our collaboration might
be to Estonia.

r
.~

I believe that our creation ofa joint venture ihto
science and technology transfer and its attendant scientilfic
and commercial benefits will offer significant, intrin~ic

cultural and societal value of the most basic kind and tihat;
this type of mutually beneficial joint venture deserves pur
full support. 1

ill
~

Our arrangement could extend such benefits as expanlied
opportunities for technology application, increased trade ~nd
economic opportunities, and enhanced avenues for scientific
and~chnological collaboration on a worldwide basis.

In essence, we would work with you by: managing te~h
nologies arising from research, establishing an educat.Lonaj,
program for researchers and administrators to raise awaren~ss
of technology transfer opportunities and benefits, p,nd
providing access to Maxwell's inventory of existing and
emerging technologies.

.../ ...

EST-pm4 - Augu.t 31, 1988
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FIGURE I
TECHNOLOGY APPLICATION A

FOR THE ESTO

'l'ECHNOLOGICAL
INNOVA'l'ION
PROCE~

MANAGEMENT
AND

TRANSFER

ION SE\vICES
i~~,

DISTRIBUTING AND SERVICING

FhDBACK
e

::

I

I 1 I I
J ~.;.~ ! I

~ IUTIL IZATION j I
! jI

CONSUMER
NEED/MARKET

PROCESS

~

IDECISION TO ADOPT/PURCHASE I
~

TESTING AND EVALUATION

I I
I II !

ISEARCH FOR ALTERNATIVE SOLUTIONS

~ ITRANSFORMAT;;N OF NEED INTO DEMAND I

RECOGNITION OF NEED. '

This is a stage model of the supply and demand sides of technological innovation and application. Basic resea~ch is done
without p'ractlcal objective, prOduCing knowledge for its own sake. Agelied research has a practical goaL, establishing a
concept in the laboratory•. In developnent/~ineering, apparatus for experlmenbng with the concept are fastiioned. If
successful in laboratory demonstrat1on, 8 wormg iiiockH prototm or pi\Ol process is constructed to test the h'Vlovation under
field conditions at a small scalee The innovation is t~en sea up un 1 it reaches the intended size and compl~xity of the
full scale product or p'roduction process. Marketing follows. To the extent that at least one stege of this process is done
by different people, different parts of an organization, different organizations, and different nations( than thbse doin9 a
preceding or succeeding st~~e-, technology is transferred. The demand side of technology innovation/app ication ,~gins wlth
a recognlzed need transformea into a market demand, where potential customers would pay for an innovation under s~cified
performance arid price conditions. Once a aemena IS present, alternative solutions may be soughtl by information gathering,
testinS

t
and evaluation of other approaches, produCts, and serVices. At some~int, a decislon to idopt or purchase an

lnnovatlonoccurs. Utllization follOWS. Gradually the innovation is assimilated into the routines of lts users~
£



A DISCUSSION OF THE MAXWELL SERVICING AGREEMENT

e
,f

This paper -is being offered as explanation in advance of a number of terms and condltlons

to be found hi our Technology Servicing Agreement.
;~

r
;it

Under the Agreement that Maxwell is seeking to effect with the State Committee for

Science and Technology and Academy of Sciences of the USSR, Maxwell would providel certain
~

technology management services for ten (10) years and, in return, would receive a percentage of the
';
,~

.royalties and other considerations from the translation of the technology into practical applic~tion.
b

Maxwell Services-Maxwell would deliver these services:
.~--"._-"

~
rechnology,-,,

1. An Education~ prOgrllm.f~...~"'t;arch Institutes, Universities and Other ~esea/~.
Laboratories<Staff and Research InvestigaiO!s, -

describing the services available to the University, the benefit of managing Universitv

and the process of identifying, protecting, and licensing such technology.

i. C:msulting on Intellectual and Tangible Property Issues in Connection -to ~pecific
e«: -j b

Institute~ University Technology or Research Grants, Contracts or COllabrratbO.lj

3. A Licensing Program for Technology Covered by the Agreement,

on the basis of the technology's commercial potential and the availability of intellectual

protection, to include:

~i
;,~

property
ji

~ ,

•
•
•

the planning of licensing strategies,

the filing and, where necessary, the prosecution of patents, and.

the maintenance of any patents 'issuing as a result of the Maxwell prokram.

The licensing program and tangible propert0greements are the heart of the Agreement.

4. Bookkeeping of Income and Receipts and Periodic Reporting on the S~atus of

Maxwell Activities.

USR-DiSC Augu.1 31, 1988
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Operation of Maxwell Technology Management Program

Complete Disclosure By the University

f:

It will be necessary that the Instltute/Unlverslty" receive promptly disclosures of ~ertinent

technologies from its inventors and that it forward them promptly to Maxwell. It may alsojbe true

. that University employees will disclose directly to Maxwell. Copies of such disclosuresIwill be
'j

promptly given to the University. In both cases, the disclosures will be used to evaluate the

commercial potential of the technology. At the same time, the University should advise Malwell of
(

-any outstanding commitments or obligations which might prevent such technology fro$ being

subject to the Agreement or which might limit Maxwell's ability to license the technOIOgyj These

would inaTffcte any pertinent publications. I

Maxwell Diligent Pursuit of Licensing
t

Within six months of a complete disclosure from the University, Maxwell will '10~ifY the
};

University of whether or not it chooses to pursue a licensing program. If it does so cbopse, the

University will need to assign to Maxwell its entire right and the title to such technology.l On the

other hand, if Maxwell does not choose to !,l~u" it lke:1Siilg program, the University of course

retains right and title to the !Gcimology.

Within twelve months of Maxwell's choice to conduct a licensing program for a technology,
,~

Maxwell will do one of the following: 8

•
•

•

Complete a patent novelty search for the technology;

Elect to file a patent application or pursue other means of intellectual

protection; or,

Notify the University of Maxwell's termination of interest in doing so.

broperty
I

Within a year after that twelve-month period, Maxwell will either:

•

•
•

Complete timely filing of patent application(s) for the invention in any country of
11

the world;

Establish other means of intellectual property protection; or,
]

Notify the University that Maxwell is no longer interested in pursuing the protection
~~

needed for the technology."

/universitY sIloMkbmean Institute, Universityor~h institution when used in this document.

~o1l.
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Maxwell- University Cooperation

In order for Maxwell to best conduct the licensing program, certain mutual understandings

and procedures must' be reached. These are as follows:

• The University and Maxwell need to act in a timely manner and should notil engage
~'in burdensome, costly, or time-consuming procedures that inhibit transfer or the exercise of their
\1

responsibilities by licensed industrial participants.

i

• The University and Maxwell need to work cooperatively with University i~ventors

and research staff in order that necessary background information, support, and know-Jow are
s

provided ~acilitate commercialization of its intellectual and tangible property.

i• The University and Maxwell should work cooperatively to identify constraints and

remove them in order to advance the efforts of both.

~
• The University will refrain from executing licenses on the technologies/~ovhed by

.' ." .~
the Agreement and it will not provide research results related to the technology, covered; by the

-' )\
Agreement for any commercial purpose. I

Payments and Consideration
o
f'. I

In return for Maxwell Technology Management, Maxwell will receive forty percent C40%) of
d

the royalties, fees or other income from the licensing, sale, or other uses of any technologyjcovered

by the Agreement; the University should receive sixty percent (60%). 1
~

In return for the Technology Transfer Education Program and Consultation on Int~llectual
j1

and Tangible Property Issues, Maxwell would expect to be paid on a fee for services basis.

In return for access to Maxwell's unique data base on intellectual and

Maxwell would expect to be paid on a fee for services and/or royalty basis.

USR-DISC August 31, 1988
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-~,-.... -~,

I
,~
~
~

Royalties and other payments received by Maxwell and attributable to the licensing of

inventions' will be accumulated by Maxwell and amounts due to the University would be paId semi
:l

annually.1

Other Considerations

It is important to note that either Maxwell or the University can end the Agree/nent by

providing written notice ninety (90) days before the end of the Agreement term, which s~ould be

for a ten-year period. Even so, Maxwell would still manage those patents issuing before th~ end of

. the Agreement until their expirations, and Maxwell would still receive and payout its land the
;!

University's shares of income received from royalties, licenses and sales on patents already dcquired .
.~' '. 1
If Maxwell were to go out .of business or into receivership, the rights and title~ to the

>technologies covered by the Agreement would automatically revert to the successor organization and

then to the University.

.._~ .. '-'--. -----"

'~
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Joint Venture Technology Agreement Between

The State Committee for Science and Technology and
Academy of Sciences of the Union of Soviet Socialist Republics

and

Maxwell Communication Corporation pic and Foundation

Science,
"

~
t

Sciences

Ma~well

~
Realizing the value of joining in common efforts to further the development] and

.. ~

promotion of Soviet technology with its attendant economic, commercial and trade benefits;

The State Committee for Science and Technology and Academy of

(hereafter USSRjSTC) of the Union of Soviet Socialist Republics, and

Communication Corporation pic and Foundation (hereafter Maxwell);-In keeping with their 1988 General Agreement on Cooperation in

Technology, Culture, Education, Communications and Other Fields;

Determined to strengthen and broaden the cooperation already effected thrbugh
, ~

application of Soviet research and technology application worldwide, thereby prom~ting

better understanding between us and improving the human condition, business opportunities,,
and trade activities at a time when the USSR's present economic situation and fJture

outlook are positive and the international climate for cooperation between governmentsl and
s

industry has become favorable;

Have agreed as follows:

ARTICLE I
Definitions

a
I. The Term "Technology" shall mean inventions, invention disclosures, know-

{

how, trade secrets, computer software and data bases, biological, chemical and engineering

materials, integrated circuit chips, prototype devices, and equipment, whether or not subject
~

to intellectual property protection, patents and patent applications. In addition, the ~erm
~

shall include disclosures of specific research projects that the USSRjSTC believes may r~sult

in any of the above categories of technology. The term shall also mean technology ~hich,
arises from research by specific, single Soviet institutions or from collaborative agreements

entered into by two or more Soviet institutions or organizations, and other technology ~hich
the parties hereafter mutually agree to in accordance with. this AGREEMENT. l

~
2. The term "Intellectual Property" shall mean patents, copyrighted technology,

\\

trademarks, trade secrets, or the protection of semiconductor chip products.

USSR·JV2 August 30, 1988
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3. The term "Tangible Property" shall mean biological materials, comduter,
software, computer data bases, circuit diagrams, engineering drawings, integrated ci~cuit-. I
chips, prototype devices, equipment, and properties distinct from intellectual properties. j

... ;.

ARTICLE II
General Principles

I. This Agreement establishes the policy

implementation, and overall monitoring framework for

collaboration in applying Soviet technology worldwide.

framework, impetus I for

Maxwell and USSR/bTC
f;
~_ l

2. The Parties will undertake to develop and extend technology initiatives With
~

all Soviet research institutes, universities and institutions engaged in research land

development activities and provide equitable and mutually beneficial cooperation in

technology between those institutions and Maxwell.

)1

3. The Parties will promote this Joint Venture Agreement by: a) provihing

technology management services to USSR research institutions; b) encouraging preparalion,
!,i

publication, printing, distribution and sale of books, journals, magazines, documentary fbms
. .~

and other publications media devoted to scientific and technical subjects; and] c)
t

facilitating contacts, exchanges and cooperation in the field of technology among scienfists,

engineers, and writers of scip,Tlt;fic and technical works.

ARTICLE III
Specific Areas of Cooperation

The Parties agree to direct their initial joint efforts toward:
li

I. Technology Management Services, to include: identifying, evaluafing,

protecting and then making known specific intellectual and tangible properties; fori the

identified Soviet technologies, licensing, promoting and finding targeted applications in

foreign and Soviet domestic markets; and, facilitating adaptation of those technologies to
"

products.

2.

awareness of

Design, Development, and Delivery of

the benefits of technology and technology

educational

transfer for

tprograms to ~alse

USSR Universi~ies,

Research Institutes, Research Centers, Academies of Science, or Consortia of same amongs

Soviet scientists, science administrators, and engineers.

3. Consulting on Intellectual and Tangible Property Issues in connectio* to

specific technologies for USSR research organizations or consortia of research organizatkins,
"

USSR-JV2 August SO, 1988 2 df
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4. Printing, Storage, Distribution, and Sale of scientific, technical, and medical

books, journal(s), and data bases.

ARTICLE IV
Implementation of Cooperative Efforts

Ii

I. The Cooperation provided for in this Joint Venture Technology Agreement
.~

may be implemented by creating specific joint venture agreements between Soviet research

institutions, universities and other research and development organizations. I
;

2. These joint ventures will include establishing a Technology Officer to bJ the
.". .~

link between the Soviet institutions and Maxwell; and organizing joint conferences,

colloquia, workshops, lectures, and other exchanges.

this Agreement, other forms of cooperation,3. In the course of implementing

may also be determined by mutual agreement.
:~
~

4. All activities under this Joint Venture Technology Agreement will be carried

out in accordance with the international obligations and the national laws and regl~!atioJs of. . . .:~

the Parties.

ARTICLE V
Management of Joint Venture and Other Cooperative Activities

~
I. Each Party shall appoint an Executive Agent for this Technology Joint

Venture. The two Executive Agents will be responsible for the management and operation

of all specific agreements or joint ventures and issues related thereto, and for keeping the,
Joint Executive Committee informed of the status of their specific joint venture or

~

cooperative agreements.

2. The Executive Agents will establish (a) Technology Officer(s) who 1will,
promote exchanges and cooperation, identify.and effect technology transfer, and revieJ and

"
report on an as needed basis to the Agents on each research institution with which a spebific

"
technology agreement is developed. I

1

ARTICLE VI
Special Considerations

I. Each Party will identify constraints to its Executive Agent and work to

resolve them to effectively advance the cooperative work undertaken by both parties.
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2. The USSR/STC or the appropriate Soviet institution will act in a ti~elY
"

'manner and will not engage in burdensome, costly, or time-consuming procedures ~hat
- . I

inhibit Maxwell or licensed industrial participants from the exercise of their responsibilities.

3. The USSR/STC or the appropriate Soviet institution will work cooperatively
l)

with Maxwell in order that the Soviet institution's inventors and research staff provide

background information, necessary support, and know-how to facilitate Maxwell

commercialization of its intellectual and tangible property.

4. The USSR/STC or the appropriate Soviet institution will refrain ~rom

exec~ licenses on the technology covered by the Agreement and it will not pro~ide

*research results related to the technology covered by the Agreement for any commercial
1

purpose.
'J
J

5. Title to inventions, patents and other technology will be transferred to

Maxwell for greatest incentive to minimize industrial uncertainty and delay in reducink to
:I'

practice the invention or other intellectual and tangible property. I
:,

6. Maxwell will have the exclusive :ight to the intematiflilal markets' develc?ped

by the specific development or commercial joint ventures.

fi
7. In the case of specific agreements concerning Maxwell technology transfer

I
management for USSR research organizations or consortia thereof; (a) the research

A

organization will collect sixty percent (60%) of the royalties, fees or other income from! the
'1

licensing, sale, or other uses of any technology covered by the Agreement; Maxwell!will
{

collect forty percent (40%); (b) the research organization will pay Maxwell on a feel for

services basis for the Maxwell Technology Transfer Education Program or ConsultinJ on
(:

Intellectual Property Issues; and, (c) the research organization will pay Maxwell on a fe~ for

services and/or royalty basis for access to Maxwell's data base on intellectual and tan~ible
t

properties.

f
8. All matters relating to comperisation of a joint venture's employees,

acquisitions, divestitures, material contracts, capital transactions and the issuance, purJhase

or sale of interests in the joint venture, shall be subject to the approval of Max~ell.
Maxwell agrees that all determinations as to the compensation of a joint venture's emPIJyeeS

[

shall be made on a reasonable basis under the circumstances.!

USSR-JV2 August 30, 1988
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ARTICLE VII
Treatment of lorormation and Intellectual and Tangible Property

l.- Scientific and technological information derived from joint cooperative

activities under this Agreement, other than information not disclosed for commercial or
"

industrial reasons, will be made available, unless otherwise agreed in writing, to the ~orld

community through customary channels, and the normal practices and regulations od the
. iParties. i

~

2. Protection of intellectual. property and rights thereto, financial consideratlon

and ~r pertinent matters, will be as set forth in Annexes to be developed by the Patties

and made a part of this Agreement.

-_..~

3. Issues that arise between the parties under this

treatment of information, inventions, discoveries, writings, or

y
{I

Agreement regarding] the
"other matters under 1this
~

Agreement will be settled by the Joint Executive Committee and the Parties.

ARTICLE VIII
General Conditions of Agreement

J. This Agreement shall enter into force upon signature and shall remaib in
~

force for ten (10) years, after which it will be extended for successive five-year increrrlents
.~

unless one Party notifies the other of the termination thereof not less than six months prior

to itsexpiration.l
~

2. Expiration of this Agreement will not affect the implementation od any

cooperative activity undertaken pursuant to the Agreement and not fully executed b~fore
,1

expiration occurs.

3. This Agreement may be modified by mutual agreement of the Parties.

Done on , 19 in Moscow [Verify place of signature.j] in
- t

duplicate, in the English and Russian languages, both texts being equally authentic.

For Maxwell Communication Corporation pic

and Foundation

_____________.1

Chairman of the Board

For The Government of The Union

of SovIet Socialist Republics

------ -;-1

1Robert Maxwell

I[To be determined]
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