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Dr. Robert Bender, Director
Associate Vice President for
Academic Affairs
University of Illinois
363 Administration Building,
506 E. Wright street
Urbana, IL 61801

Dear Dr. Bender:

r
I
!
~

I
April 27, 19~8

I

At our recent meeting sid Alpert indicated that we would pres~At a
proposal to continue UPI's patent management services to the univetsity
when our planned acquisition of UPI reached and appropriate stage. I We
have now executed a letter of intent which is intended to be concluded
shortly. I

I
We are, therefore, now able to formally propose an arrangement!along

the lines of the previous University of Illinois - University pate*ts,
Inc. Servicing Agreement which will include additional very valuable
services. . ' i

r
In exchange for a first right of refusal to the exclusive authQrity to

license on behalf of the University the rights that the universitylmay
acquire in inventions arising from its research, we propose to provide at
our expense to the University the following: j

(i)

(ii)

f
The services of a professional technology transfer I
individual, SUbject only to the University paying office
expenses. This individual's responsibility will include
providing patent related educational services for ca~pus

Investigators, interviewing Investigators to search ~ut new
inventions and help prepare invention disclosures; providing
liaison for our headquarters' personnel, making on-c~mpus
visits for Investigator interviews and licensing eff~rts;
helping Investigators work with our electronic data ~ase

system (described below); and, generally being available to
respond to technology transfer and research proposal!
inquiries from campus Investigators and Administrators.

!
Incorporation of all University technology disclosur$s in
our electronic data base system. As described at out recent
meeting, this system will enable us to widen the scope of
our licensing activities, on your behalf. If you shpuld
like, the system will also enable University Investigators
to solicit research funding from industry or other I
non-traditional funding sources. In addition, if yo¥ shoUld
like, we will promote the licensing of software and I
biological and engineering materials, such as monoclpnal
antibodies, through the data base system. These services
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If you agree, we propose an initial term of
years, SUbject to automatic one-year rollovers,
end of such initial term. .

(iii)

(iv)

(v)

1
I

will be available at no cost to the University otherlthan
our normal 40% share of royalty income from licensedl
technologies, together with a 15% share of overhead Qbtained
from research grants generated through the system. i

I
The filing patent applications throughout the world ~or
elected inventions, prosecuting the patent applicatiQns and
maintaining patents issuing therefrom. In addition, jwe
shall bear th@ costs of licensing and other services~ except
as noted above and except that foreign filing, proseqution
and maintenance costs will be deductible from royalt~es or
other income derived from elected inventions. I

~

A six-months evaluation period from our receipt of ai
complete disclosure, at which time we will notify th~

University of election or non-election, or request an
extension which will not be unreasonably withheld. qur
election will require us to file a patent application for
the elected invention. As to incomplete disclosures~ we
suggest that this be handled as set forth in section!2.6 (a)
of the University/UPI Agreement. I

'I

with respect to inventions SUbjected to our agreemen~, a
40/60 division of royalty income, paying over to the I
University 60%. In addition, we will pay directly tq your
employee inventors the sum of $250 at the time a uni~ed
states patent application is filed. We will distrib~te

income to the University on a quarterly basis. I

I
this agreement of ~ive
or renegotiation at the

!

We trust that the foregoing summary of terms and conditions will
provide your Intellectual Property Committee with sufficient detai~s upon
which to act. Obviously, if additional information is required or/you
wish to discuss alternatives to our proposal we will be promptly i
available. Also, as noted above, the "boiler plate" provisions wi~l be
basically those as set forth in the existing University/UPI servicing
Agreement. 1

!
1

Finally you should know that we plan to use the same personnel las
University Patents, Inc. now employs, supplemented as we discussedlat our
recent meeting, by additional personnel in a variety of fields. of
course, as the need arises, other USET employees with appropriate
backgrounds may be employed to facilitate handling the University
inventions in the most expeditious way.
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If you have any questions or comments regarding the foregoing,lI
invite your direct inquiry to me. If you would like to have a proposed
agreement for consideration now, we will be pleased to provide sam~. I
look forward to our continuing relationships with your committee, ~he

Intellectual Property Committee, and the University. 1

Sincerely,

Esq.

Affairs

NLjac

nl003

1
Norman J. Latker,

~

Vice preside~t for
Legal and Tephnology

l
~

]
~
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the smithsonian for a two

OBJECTIVES:

TECHNOLOGY TRANSFER AGREEMENT ANltJ
BETWEEN " fJ

UNIVERSITY SCIENCE~GINEERING TECHNOLOGY
AffI) THE II

SMITHSONIAN INSTITUTE
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II. RESPONSIBILITIES OF USET DURING THE AGREEMENT:

A. ,'USET Activities

1. To serve as prime manager of the Agreement.

2. To implement the Action Plan described in section IV belo~.
1
f

3. To provide services to a level of one day per month on site
at the smithsonian during the Agreement of agreed to technology
manager.

~JJ-~£j)j';

4. Serve as the exclusive agent for technology
transfer/licensing at the smithsonian. In addition, SUbject to I
Smithsonian approval of all major terms and conditions, USET would;
negotiate and close specifically identified technology I
licensing/transfer agreements, collect royalties and fees from I
licensees for distribution to the Smithsonian Institution and monitor
licensee performance on behalf of the smithsonian. Technology I
transfers as used herein means licenses, sales and option. I ~ ~

..J-, /fl~I~~f Iff
v.. v. (J'... I! /). o.~2~;~ -{.~~,~~v~-, ~,vr
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5. To determine the need for and pay for the filing of a
maximum of three u.s. patent applications per year. For further
prosecution of the patent applications and cost associated with j
filing applications after the first three will be an additional co~t

paid for by the Smithsonian, if and as approved in each instance by
the smithsonian Institution. 1

-, 6. To provide a written report assessing the value ofl
continuing the relationship between the parties to this Agreement at
the end of each year.

eurces~d

Compensation to USETB.

g

f

Ilv~

l~t!
j

1. USET will receive $24,000 per year to be paid annually onl
quarterly installment for the above services from the smithsonian.l
The first payment of $6,000 shall be paid simultaneously with the I
signing of the Agreement. Subsequent equal payments shall be paidlby
the smithsonian on August 1, November 1, 1988 and February 1, May i,
August 1, November 1, 1989 and February 1, 1990. 1

1. To support actively the activities of USET and the I
Institution and create an environment to promote the purposes of tois
contract by making personnel available at suitable times. I f

s-: 1 "I
:;

2. To pay for the smithsonian approved direct travel expense$
of USET in cases with the smithsonian requires them to travel outsi,de,
of the Baltimore/Washington metropolitan area. Approval for such! 1\ A\1\ .

; sought in advance, subject to the
Institution policies regarding such matters. I - v ,I),.,

:;

:!

\\)
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3. To review and consider additional requests for financing to
enhance the success of this contract. It is anticipated that ther~

may be additional opportunities to increase the level of activity 9f
this contract e.g., costs associated with a workshop/educational j

forum in intellectual property matters or those activities created 1
through the Action Plan.

IV. ACTIONPLAN

USET will implement an action plan for the smithsonian. The
elements of this plan include: J ~i.)'

1. Consultation with suitable smithsonian personnel to ~~~
formulate an intellectual property policy for the Smithsonian to ~~~
consider and implement, as desired. Said policy, will be compa~abe, f~
to in kind and quality to that implemented at other USET client r ~f

Universities. .r ~~~

2. Consultation with suitable Smithsonian personnel to ident~fy

research programs and particular research projects that have created
or may create commercially viable intellectual property and
inventions.

3. Create and imPlem~nta echanism to identify and bring
together individuals from b and the smithsonian Institution wit~

mutual research interests. IIIVU I 'rf..iA.1.-- - J j "'1_ i,'•.

J e-n: LvVI' 6 'j

4. Undertake the identification, documentation, evaluation of
commercial potential and in-depth review of particular inventions.;
Such cases will be passed to U~ET for active review and marketing ~s

appropriate. • 8tJ/>Vo;t ~~ /11 II

5. Create a suitable intellectual property education program~

for the smithsonian Institution. .

V. USE OF NAMES :

Each party agrees that it will not refer to this relationship 9r
use the name of the other parties in any manner or context whatsoever
unless as part of the implementation of the specifics of this .•
Agreement. The inclusion of the name of the Smithsonian Instituti9n
following the ."names o:~ USET client Universities in promotion~l
material is the sole ~e exception to this provision. .

7,
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VI. DURATION:

which contains a
entire Agreement

ENTIRE AGREEMENT

This Agreement, including Appendices A
Confidentiality Agreement, constitutes the
parties.

VII.

The contract will commence on the date at which this letter 1
agreement is signed by the last of the parties. The initial perio~
of the Agreement is one year from commencement. This contract will
automatically continue for the second year unless any party heretol
notifies the other party of its desire to cancel, such notice to b$
given within thirty (30) days prior to the expiration of the first!
years's term. 1

1
l
t
f

mutual!
1

amon.g the
1
~
1

VIII. KEY CONTACTS:

The following individuals will
organization and will have primary
the contract.

be the key contacts for their I
responsibility for carrying out!

I
i

SMITHSONIAN INSTITUTION
Peter G. Powers
General Counsel
Smithsonian Institution
Washington, DC 20560
(202) 357-2583

ENGINEERING

IX. GOVERNING LAW:

Dean

Under

/By: ,

Date: (
)

T i tle : _.!L!.!~"'-"""~~,~~ _
LOWeL\!i=
ctH1I~Qard

"USET. Inc.

Date: _

Title:

By: __
Dr. -

This Agreement shall be interpreted and enforced in accordanpel
with the laws of the State of Maryland. / I

!,

UNIVERSITY SCIENCE, ENGINEERING
and TECHNOLOGY



If you have any questions or comments regarding the fOregoing,lI
invite your direct inquiry to me. If you would like to have a proposed
agreement for consideration now, we will be pleased to provide sam~. I
look forward to our continuing relationships with your committee, the
Intellectual Property committee, and the University. !

Sincerely,

Esq.

Affairs

NL/ac

nl003

.> I
Norman J. La~ker,

I
Vice President for
Legal and Tephnology

1
1
]
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Information for proposal letter to universities
and federal laboratories

USET. Inc.
UNIVERSITY SCIENCE. ENGINEERING AND TECHNOLOGY

The United states Government provides the university research
community with approximately $60 Billion in funding each year.
Recent Government policy c~anges and associated legislation now i

provide a supportive envirbnment for the translation of technology
innovation from universities and federal laboratories to the ,
marketplace. Recent legislation now permits federally funded 1
universities and federal laboratories to license technology on an!
eXClusive, royalty-bearing basis. The legislation creates a powe~ful
incentive by also requiring that part of the royalty return be sh~red
with the inventors that produced it. In addition, due to increas~d
global competition, corporations increasingly seek product 1
innovations from outside their own research programs. These fact~rs

have led to the formation of USET, Inc., whose goal is to facilitate
1the technology transfer process. j
t

USET, Inc. is a newly formed organization devoted to the translation
of technological innovations from university and federal research'
laboratories to industry and the marketplace. USET is organized i
exclusively to s.erve universit;ies, federal research laboratories and
industry by providing enhanced services. USET provides teChnology
management services to client universities and federal laboratori~s

as its exclusive licensing representative. In this capacity USET!
identifies innovation by working on-site with university or federal
laboratory researchers, evaluates the economic and technical merit of
the new inventions, arranges for filing and prosecution of patent~
where appropriate, and licenses and administrates the patents. T?e
costs attendant to these services are borne by USET, Inc.; only when
revenue is produced through licensing, is USET reimbursed. This I
reimbursement is taken out of USET's share of royalty income. .

i
To provide increased comprehensive services to universities, fedetal
laboratories and industry, USET has acquired University Technology
Corporation (UTC) and University Patents, Inc., two well respecteq
technology management organization. USET has also acquired the I
software development team that developed "TELESCAN" a unique and well
received, user friendly, interactive stock market analysis systeml
This group is developing an interactive technology information sy~tem
which will greatly enhance the translation of innovations from th~
research laboratories to commercial interests. 1

SERVICES PROVIDED BY USET

1. Technology Management !
t

USET accesses the
their technology.
technologies, the

technology stream of its clients and manage~
This includes the identification of promis~ng

evaluation of innovations for commercial 1
1 !



potential, the creation of intellectually property protectionI
when appropriate and the granting of licenses in the technology
in return for private sector guarantees to develop, participate
in or contribute resources to further development. i

USET will assist the client's scientists in identifying
technology with commercial potential and projects that may i
produce such technology. Technology and project disclosures ~ill
be personally marketed byUSET staff to private sector users with
predetermined technolo9Y interests with a boost from our
interactive electronic' technology information system.

2.. Technology Information:

USET is developing a unique, comprehensive, interactive user
friendly technology information system called USET I. This !

electronic information system will greatly enhanCe the market~ng

of technologies and innovations. This system includes not only
identified technology, but projects that investigators believ~

may produce useful technology for which they are seeking priv~te
supplemental or alternative funding to federal funding. spec~al

purpose modules will be designed to facilitate use of certainl
portions of the data base by select user groups. USET-II is ~

module which will permit USET's client universities to invent9ry
and manage their technologies. USET-III is a module specific~lly
designed.for industry. USET-IV is a module developed for uselby
federal laboratories. USET-V is a module suitable for i
foundations and philanthropic organizations to manage their
portfolios. When competed, USET will also provide a turnkey I
interactive technology management system to organizations who!may
wish to manage their own technology. Subscribers to the USETI
Technological Information system will include client j
universities, federal laboratories, industry and foundations.l

]
3. Technology Development:

This activity will be aimed at identifying entrepreneurs to
initiate new businesses or assist existing business with I
marketing products created by USET clients. USET believes th*t a
successful new product start-up can be as rewarding as marketing
arrangements limited to royalty return. \

USET plans to provide consulting services to facilitate the
innovation process by producing collaborative research
agreements, business plans and access to patent services.

These major activities will offer. clients a breadth of
assistance.

:
{

t
valuable

~

]

Benefits to Universities and Federal Laboratories

The on-going research at our universities and federal .
laboratories represents a tremendous potential resource, whic~,

in the past, has remained relatively untapped. By aggressivel
2 1

1
1
t
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decisive pursuit of technology transfer, USET increases the r~te
of invention disclosure and increases the number of invention~
licensed. Thus, university and federal laboratory research j

produces not only the recognition due to publication but
substantial financial returns as well.

~
To increase the rate of invention disclosure, USET provides aj
Technology Liaison Officer (TLO) to assist faculty members an4
researchers in documenting their inventions and protecting th~

university's or labora~ory's rights. USET's own staff takes 9n
the burden of invention management; that is, the marketing ofl
inventions and the negotiating and monitoring of all agreements.

USET will incorporate all of the university and federal j
laboratory technologies in its electronic technology informat+on
system which will have a large industry subscription. ;

USET means more efficiency, greater return on investment and ihe
assurances that the university will meet its contractual
obligations relating to inventions.

Benefits to Industry
·1

As the exclusive licensing agent for a number of universities)
USET is able to provide innovative technologies covering a wide
range of markets. Some examples are: I,

l

-vaccines and diagnostics
-medical devices and instruments
-pharmaceuticals, enzymes and new compounds
-engineering devices
-electronic devices
-chemical processes and new chemicals
-materials

By direct on-site collaboration with re.searchers at universittes,
hospitals, and federal laboratories, USET is a key source of !
intelligence relating to the most advanced technology available
today. I

.;

.Corporations can work with USET on a business-to-business
As the university's licensing agent, USET performs all
negotiations between a business and the university.

USET's interactive technical information system will facilitate
the matching of university and federal laboratory innovationsl
with potentially interested industrial corporations. This
powerful tool will greatly facilitate the technology transfer
process.

To find out more about USET and what we have to offer, call ot
write: ~

1

3



22102
821-2030
821-4049

" ...,

USET, Inc.
8000 Westpark Drive
5th Floor
McLean, virginia
Telephone: (703)
FAX No.: (703)

}
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April 17, 1988

'Ib: Dr. Lowell Harmison

From: carl Wootten

SUbj: me Operating Proce:iures and University Contracts

1. Per your directions of last night, section I balow to gives you what I
feel are the advantages and disadvantages of each of our university contracts
and what needs to be done to correct the disadvantages. Note that the contracts
for Georgia Tech, Maryland and Connecticut are the most, advantageous ones for
the universities since we had to sweeten them to get the university to sign a
contract based on the corrpany being financed and fomed at a later date.

2. Section II is what I consider the main points of an ideal agreement with
a new university while, at the same time, being attainable as far as having the
university go along with the contract.

3. Section III is a list of arc inventions presently under negotiation with
industry.

4. Section IV, as you requested, is a S1.llrItl'aJ:'1 of our procedures when we
approach industry with a new invention. The "closing" of the deal is similar in
all cases, in that we act as the agent for the university and they are the ones
who ultimatelY have to sign off on a deal.

Section I: Individual Contract Advantages and Disadvantages
A. Georgia Tech:

1. Advantages
a. Exclusive right to license all "technology" except for inven

tions originally retained by GIRC and except for software unless it is part of
an invention.

b. me determines what patents are to be filed in the US and pays
for those and the $250 honorarium to the faculty for filing a patent applica
tion. We are not responsible for any foreign patent filing or litigation costs.

c. They may not trade off research funding in lieu of an option
fee so as to leave me out. An addition to the contract was negotiated last
that gives me 10% of any research money we bring to them as part of a deal.

d. GIRC is to pronptly disclose all technology to me.
e. me can make recommendations to change the operation of the

Office, and if not accepted, can cancel the agreement.
f. Division of in=ne is 50-50, and lasts as long as the

brings in royalties, not just the length of the contract.
g. We have the right but not the obligation to sue infringers. If

either of us sue, the cost of the suit is first deducted and any additional
money is considered royalties and is shared per the agreement.

h. We have the right to use the university's name in our advertis-l
ing, as long as it relates to technology transfer.

i. Schedule B. lists the divisions within Georgia Tech from which
me gets exclusive rights, and this includes all the units listed in their
brochures.
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A. Georgia Tech (Continued):
2. Disadvantages

a. Hiring TID requires GI'RC approval and he is an employee of
GI'RC. We have recently gotten them to agree that the TID will be our employee
arrl that he will be physically moved out of the contracts and legal area to
Atlanta Technology Development center, which is the Georgia Tech incubator.

b. '!hey have the right to recall inventions not urder option or
license after eight months. '!he other universities are one year, but Georgia
Tech's patent policy requires only 9 months before they must return it to the
inventor.

c. If urc elects not to file, GI'RC my file the application. If
they do, they my either license it themselves without royalty obligation to urc
or my leave it with us, in which case patent costs are deducted before royalty
sharing.

d. '!hey have several people involved in ard charging to technology
transfer above arrl beyond what we pay for. '!hey are therefore allowed to shift

. fUlrling around to cover these other people.
e. Agreement lists duties of the TID, among which are monthly

reports to urc, but these duties my be delegated.
f. For inventions in the backlog when we took over and which they

paid for patents, cost of patents are recovered before royalties shared.
g. '!hey had a prior agreement from 1983 with Nissho lwai which

gives them an exclusive agency right in Japan. Although the contract is unclear,
I believe the intent was that NrC gets 10% of any Japanese royalties. '!hey have
never licensed anything for Georgia Tech yet and, although we tried to get the
contract cancelled last year, they opted to renew it until october, 1988.

h. Georgia Tech insists on collecting royalties arjd distributing
our share to us, which is different than the other universities.

3. Changes Needed
a. Get TID on our payroll and rroved out of contracts and legal.
b. Get an "In-Abeyance" clause in the contract that tolls the

eight month tilne period before we have to return the invention if it is not
ready to mrket as detennined by urc.

c. Have all patents paid for by GI'RC with costs deductible from
royalties before royalty sharing. Have another category where, if we pay for
patents, we own it. I doubt this will be doable at GI'RC.

d. As an alternate to c., if urc elects not to file and GI'RC does,
we still keep it for mrketing but with a deduction of patent costs per above.

e; Try again to get the Nissho lwai contract cancelled as it
relates to technology transfer.

f. Try to change where we collect ard distribute turds, but
believe this is not doable at Georgia Tech.

B. Universitv of Marylarrl
1. Advantages

a. Exclusive right to license all technology except software not
part of an invention, inventions previously submitted to Research corp., pri
vately sponsored research at the Engineering Research center and inventions from
units not reporting to the UMCP Chanceilor.

b. other advantages similar to GI'RC above.
c. urc collects funds and distributes to the university.
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B. university of Marylan:l (Continued)
1. Advantages (Continued)

d. Have a year to mrket lJefore returning the invention to UMCP.
e. An arrangement was negotiated last year that raises the over

head rate on contracts UI'C brings in by 15%, which we receive as a finders fee.
'Ihis works out to about 9+% of the overall contract.

2. Disadvantages
a. TID is an employee of the Research Fourdation, not UIC.
h. Same as A.2.c. above relating to filing applications.
c. The agreement exempts inventions earning from privately spon

sored research where the sponsor insists on rights in return for the research.

3. Q1anges Needed
a. Get TID on our payroll.
b. Get an "In-Abeyance" clause in the contract that tolls the one

year time period before we have to return the invention if it is not ready to
mrket as detennlned by Ul'C.

c. Have all patents paid for by UMCP with costs deductible from
royalties before royalty sharing. Have another category where, if we pay for
patents, we own it.

d. As an alternate to c., if UI'C elects not to file an:l UMCP does,
we still keep it for mrketing but with a deduction of patent costs per above.

e. Clarify the rights from private research if the university
winds up owning the invention an:l the sponsor doesn't license them.

C. university of Connecticut
1. Advantages

a. No exclusions from technology earning to UIC from UConn.
b. other advantages similar to GIRC above.
c. Have a 10% piece of any new corrpany started by the Uconn R&D

corporat.ion (see below for explanation of R&D corporatrion) •
d. An agreelnent was worked out last year to increase overhead on

research contracts which we receive as per UMCP above.

2. Disadvantages
a. TID is an employee of the Research Foundation, not UI'C.
b. Same as A.2.c. above relating to filing applications.
c. Same as B.2.c. above regarding privately sponsored research.
d. UConn had fonned the R&D ccrpcratdon to manage an:l start up new

ccnpariies based on university technology. One such corrpany is in the fomative
stages now, an:l we will receive 10% once the start-up is =nplete. 'Ihis does
however, =npete with our concept of a USEr venture capital group.

3.Q1anges Needed
a. Get TID on our payroll.
b. Get an "In-Abeyance" clause in the contract that tolls the one

year time period before we have to return the invention if it is not ready to
mrket as detennlned by UIC.

c. Have all patents paid for by UConn with costs deductible from
royalties before royalty sharing. Have another category where, if we pay for the
patents, we own it....
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C. University of Connecticut (Continued)
3.Changes Needed (Continued)

d. As an alternate to c., if UTe elects not to file and UConn
does, we still keep it for mrketing but with a deduction of patent costs.

e. Clarify the rights from private research if the university
winds up owning the invention and the sponsor doesn't license them.

D. Kansas state university
1. Advantages

a. Only 50% of the TID office costs supported by UTe.
b. KSURF pays all of first year costs, and our payments are made

quarterly in arrears.
c. UTe collects funds and administers agreements.
d. Although contract calls for TID to be a KSURF employee, they

have agreed that he will be a UTe employee.
e. Have one year before return of unlicensed inventions.
f. other advantages similar to GI'RC above.
g. Contract calls for additional 15% to UTe on research contracts

UTe brings in with options.
h. No technology excluded from the agreement.

2. Disadvantages
a. Same as A.2.c. relating to patent filings.
b. Same as B.2.c. above regarding privately sponsored research.

3. Changes Needed
a. Get an "In-Abeyance" clause in the contract that tolls the one

year time period before we have to return the invention if it is not ready to
market; as determined by UTe•.

b. Have all patents paid for by KSURF with costs deductible from
royalties before royalty sharing. Have another category where, if we pay for
patents, we own it.

c. As an alternate to c; , if UTe elects not to file and KSURF
does, we still keep it for mrketing but with a deduction of patent costs per
above.

d. Clarify the rights from private research if the university
winds up owning the invention and the sponsor doesn't license them.

E. University of Iowa
1. Advantages

a. UTe only pays for the TID. All other office costs paid by
b. Our payments are made quarterly in arrears.
c. UTe collects funds and administers agreements.
d. Have one year before return of unlicensed inventions.
e. other advantages similar to GI'RC above.
f. Contract calls for additional 15% to urc on research contracts

UTe brings in with the options.
g. Only software and one invention excluded from the agreement.
h. UTe gets 10% of any startup company as in UConn agreement.
i. Have one year before return of unlicensed inventions.
j. In-Abeyance clause already in contract.
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E. University of Iowa (Continued)
2. Disadvantages

a. TID is a UIRF enployee.
b. Same as A.2.c. relating to patent filings.
c. Same as B.2.c. above re;,arding privately sponsored research.
d. UIRF has same rights re;,arding startup corrpanies as Connecticut

which my interfere .with USEr venture capital concept.

3. Chmges .Needed
a. Have all patents paid for by UIRF with costs deductible fram

royalties before royalty sharing. Have another category where, if we pay for
patents, we own it.

b. As an alternate to c., if urc elects not to file and KSURF
does, we still keep it for mrketing but with a deduction of patent costs per
above.

c. Clarify the rights fram private research if the university
winds up owning the irwention and the sponsor doesn't license them.

section II: Elements of an Ideal Agreement

A.General Cormnents
The following are elements of what I think would be an ideal university

agreement. It obviously does not include them paying us to do the licensing,
since I don't feel this would ever sell to a mjor university since they have
other no cost options. Unlike government laboratories, there is no driving force
of public law that requires them to have a high visibility in licensing. They
can meet the requirements by s inply shipping off irwentions as they ccme in to
Research Corporation. Although we my get them to pay us for things like the TIC
database, I doubt we1 11 ever get to the point of them paying us.

Likewise, I don't think we can get nore than 50% of the revenue from
licensing, again due to the precedent and availability of Research Corp.

B. Agreement Terms Prop::>sed
1. The TID is to be a USEr employee, and if the campus has research of

over $40 million, he should be full time.
2. The university pays for and retains title to most patents except

those elected by USEr, in which case we retain title and pay patent costs.
3. The university pays the office support for the TID and ancillary

costs, including such things as secretary, supplies, travel, etc.
4. Have technology defined to include biologicals, engineering mteri

als, software programs, etc.
5. They would join the USEr database, and would use it internally to

track the technology stream. This part we could probably get them to pay for.
6. If the university has an ann to start new corrpanies, get USEr

irwolved in it at the grass roots level.
7. Include provision for in-abeyance category for irwentions not ready

to mrket.
8. Try to get industry sponsored research included, but this will

likely be a non-negotiable point.
9. Include a provision for a finders fee for research we bring in.
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section III: List of Imrentions Under Negotiation
The following list identifies the invention by school (01,02,etc.), the year

it was disclosed (87, 88 etc.) and the sequential m.nnber within that year from
that university.

Invention Title
A. Georgia Tech
01-86-017 Trimming of Semiconductors
01-86-028 Synthetic UltranErine Blue
01-86-027 Tactile RObotic Sensing Pad
01-82-009 Utility Knife
01-87-005 AntiglauC0ffi3. Drug
01-87-009 Broadcast SWitching Network
01-87-004 Optical Isolator
01-87-007 Microfibrillated Tbbacco
01-87-008 Precursor Chemical for MJCVI)

B. University of Maryland
02~87-007 Chromatographic Packing
02-87-029 IBDV Elisa Diagnostic
02-87-030 Newcastle Diagnostic
02-88-010 New IBDV Vaccine
02-87-014 Three Axis Gravity Gradiometer

C. University of Connecticut
03-86-006 Penicillin Test
03-87-032 Conp:Jsite Electrode
03-86-016 Mercapoester Agents

D. Kansas state University
04-64-002 Wheat Hardness Tester
04-85-002 Beta Dosimeter
04-83-001 Forrraldehyde Detector
04-83-011 Cholesterol Esterase Inhibitor

E. University of Iowa
05-86-025 Axial..JI'orsional Extensometer
05-86-024 Antiviral Agents

CompanV

Texas Instruments
Ferro Corporation
Barry Wright
Nuvo, Inc.
Ciba-ceigy
Bell South
Optics for Research
R. J. Reynolds
Air Prcducts

Amicon
Select Lal:x:Jratories
DID Diagnostics
Intervet
Honeywell Space Avionics

Hollister-stier
BioAnalytical Sciences
BP America & Kendahl

Grainland & Dickey-vohn
Rexharn
Rexharn
Kcx:J.ak

Instron
Bristol Meyers

section IV: SUrnrrary of Imrention Marketing Procedures
As requested, the following is a brief description of the steps taken in

the approach to, industry. It essumes that, as is usually the case, no patent
application has been filed and the disclosure IUUSt be under a Confidential
Disclosure Agreement (CDA.).

A. Pre-Marketing steps
1. Search UTe database for companies with same keyword interest as

invention. Augment with market search of other publications.
2. CUll out list of up to 15 companies that should be interested.

B. Initial Marketing
1. Contact companies by telephone to find the person responsible for

the particular area of the invention
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section IV (Continued)
B. Initial Market:i.n::; (Continued)

2. Explain the invention in a non-confidential J11aI1I"lei to detennine
interest, judge level of interest and get a feel for the mrket.

3. Send an Executive sumrary (E/S) and a CJ:ll<.
4. Fbllowup to get the signed CJ:ll< back.
5. On receipt of the CJ:ll<, forward the =nfidential Technical Package

(T/P) .

c. Final Market:i.n::;
1. Arrange a visit at the university with the inventor to give the

company a full teclmical presentation, discuss development contract to further
the invention and discuss licensing te:rn1s.

2. Get research proposal from the university, draft optionjlicense
agreement and forward to the company.

3. Negotiate the agreement, keeping the university infonned of the
progress.

4. Get signed agreement and col.Lect; initial funds.
5. Monitor progress of the research and prepare draft license at the

appropriate t.ime,
6. Negotiate license agreement, get signed and monitor royalties and

other te:rn1s of the license.

------------------------------------------ ------------------------------

Finally, I've included copi.es of the slides we use for presentations to the
university/laboratory for discussion toIrorrow.
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May 11, 1988

Dr. Lowell Harlnison

USA (703) 821-2049

carl B. WOotten

USA (919) 490-5261

Or:. !Dwell Hannison

Fansas state

Dear I.cMell,

Enclosed is infonnation for yew call to l(ansas State. If there are any
questions, please let Ire know.

Sincerely,

cd
carl B. WOotten
President
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South Square Corporate Centre Suite 210 l
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May 11, 1988

MFM:lRANlXJ.M

'10:

FRC.t1:

Dr. I.cwe.1l Hannison

carl' B. Wootten CJ}tJ
K'3U Briefing Paper

~
In eecordanoa with instl:'Uctions from Nonn of last night, this is to give yo!,! the

basics of our :interactions with KSU CNer the last nine months in preparation for your
call to CeanImih.

RE:

* A rrajor disagreement has developerl due to M.i.ngle marketing in
parallel with us an?,ior givin] back inventions without discussin;]
it with us. see attached mem:JS.

* on being brought to taSk CNer the pll'alle1marketin] problem,
Min3le faxed me a letter of April 20 (copy attached) •

* '!here was agreerent betwaenMingle an1 I to delay hiring the TLO
until MingleI s future status was dete.nn1nErl. His letter of
Noventer 30, 1987 and my~ of~ 11, 19B7 (attached)
irrlioated to start the process in January, wch was done.
'!here was soma delay due to the merger, however.

* Prior to hiring, Mi!-qle was S\.lPlXlSEd to act as the 'liO, put
.in reality did very little. Bam of our L.E. 'shad to write
their own Exeo..ltive SUlmIaries and we have yet to receive many
of the Technical Packages needed for narketin] the :inventions.

1
¥

I

C61:1JV

* I do not l<nc1« how rnt.lm of this history has been relayed to
Dean K:tuh or the rest of the EKecu.tive Committee or the l3oaJ:'d.
(My guess is very little.)

* My le:tter of May 5th outlines these problerrs in preparation I
for our pIXlpOSed roeetin;r on May 23rd (copy attached). I
. j

I reooJ11lTIal'ld your call to Dean 1\ruh be delayed until we are.assured of hi~ receipt
of the May 5th letter. I

,(
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3710 university Drive Durham, North Carolina 277071
(919)493.01011
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j

May 5, 1988

~1.t'. John o. Hingle, Esquire
EXecutive vice President
Kansas State University Research Foun:.lation
Fairchild Hall.
Manhattan, Kansas 66506

Re: KSUjtITC Interaction
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I look farwat'd to see.J..rq you on the 23rd ani of course look forward to meeti.Ji;
with your Executive Comlittee. As Yo..! said in your letter of April 20th, I certa\inly
believe we can iron out these prWlems in interpretation of our contract, ani
forward to doirq 60 durin;J our meetirq.

Best nganis,

carl B. wootten
President

CSo1:pv
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South Square Corporate Centre Suits 210 I

3710 university Drive ovrem, North Carolina 27707 1

(919)493·0101 I
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1

I
!

I
f
t
:

~ John, i
I
I

'lhanks. very lm.lch for your letter of NovenV:ler 30, 1987 irdicatin:J, you would hal
goirq halftime as of April 1, 1988. I am glad to hear that you will be O)ntin~ to
help the new no get otganized.' .

Mr. John o. Mi:rr;le
Executive vice President.
l<ansas State University !lese.arch Foundation
Office of the Exso.rt:ive Vice President.
~ state University
Fairchild Hall
Manhattan, Kansas 66506

:Ra: 'I'lO Activities

f

As we have done at the other schccl.s, I am erx::losin:] l<ete'"ith a draft. of an al:i
use;l. in the other locations \><tJ.cn has SElell'tErl to draw the right tyr;e of people for; the
position. I hope it will help sb:ueture the ad you will placio;) in the various I
cities.. Also, I bad previC1.lSly sent you the~ of Dr. Moise Rii.x:h, wno has <\gain
called me aro. is still interested. j

'!he Pl'OCedure we have IJSed in the past goes as folla.vs:

1. ~ are reviewed ard graded by yourself for suitability.

2. COpies of the restlll'eS are sent to us for our rwiew.

3. Each of us rates the various resumes on a score of 1 t.o 5, and we
o:::me up with awroxiIl'ate1y six people as top can::Udates.

4. A seard1 o:xmti.ttee is It'ade up of ycurseJ.f arx:1. whoever else yoo feel
naeds to be involve:! at the University plus John arrl myself. 'I11a
can::lidates are ilwited in for a one day l'I'mthon interview session
(one right after the other) with ratin;r sheets on each per.lCl1.

5. At the en:l of that lllI'Jetinq, \><'e tty to a:xri$ dawn to the 2 tq;l
card1dates, who are then asked to eatle back aro. inte!View with
the faculty arrl actually develop an Executive SUImt'a,tY t'ranthe
basic invention disclosure.

1
:l,
',\

f
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or not the cardidate can perfonn an:1. whether or not, they would be interested in
jd:l also.

, As I said accve, I 'm enclos~ a copy of the ad, a copy of what we see as the
requi.rernent for the TLO, an:1. hopefully 1>'9 can work tcgether on the ad to get it readY
to be in the paJ;:erS the first: part of J'anuaJ:Y.

If you have a:rrz questions on these reee::mnendations, or wcu1d like to chart;le
anyt:hin:J in here, please give tre a call. Otherwise, I will look forward to ge1:'t.i.n;
copy of the prqxJSSd ad as ~ see it before the first of the year.

Best personal ~,

~,J
carl B. Wootten
President

aJol:PV

F.nclosures

P,b
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Kansas Stat. University Re••arch Foundation

Oflice 01 the ix.cutlva Vice Pr.aldant
FairollilaHall
Manhattan. Kansas 66506-
813·532·5120

FACSIMILE CQMMUNICAT10R
(9194905261)

Aprll 20, 19Se

Mr. Carl B. Wootten
President
University Technology Corporation
Suite 210
3710 Uni.Versity l)uve
Durham. NC 27701

Dear Carll
1
j

This letter is to Qive my ourrent ViewpOints on operation of ~ur

Technlcal Llaison Agenoy AQreement that became effeotive July 11. 19S1.
After approx~matelY ten months in effeot, lt oy und.r~tandlng ~hat we
are making proqre8lO, and althougJl some clifferenoes ara presentl. th...
can be overOOme With good faith cooperation. Certainly we wan~ this
program to be 8u~c.a.tul tor both our orqanization•• and 1 th~nk the
key lS \load cOmlllunication IInh patienoe and a reeoQnition thatl lie both
have ~onstraints on us. I

~

Lat ma review some b~ckground that you know wall but ~s gerlllan~ to my
viewa. L.censLng is ditf.cul~ and very tim. COllsumlng. I hay. been In,
this position nearly six years and have baen talking with manyl
companies, licensing 8xeout.v6S, etc. over that period. As ti~e passes
sometimis interests develop, not only with new developments, p~t with
ones that have been around for a While. Additionally. inventors and
researcher; ke.p davelopin9 and -brin9 up old contacta that hadl been
oommunicated with earlier. Sometime. tha .econcl time around thlngs gel
bette~. Thus. since I have ~o 11ve With oampus politics, ! ha¥e to
s~.~ involved. Of course wi~h new inven~ions and disolosures,! this ~s

not such • problem for UTe ge~s .he= first hand and keep~ work~ng with
theml 1t i8 our backlog of old inventiona that creates this SlFuation.

~
I did no. ~ut any of this backlcq of invent~ons on ~he excluQe~ list
for it seemed only iair to you to Qive you 'a shot at' licanai~g ~hese,

if you oould. Naturally I did not know what ones miQh. soon sprface
into viable options or licenses from my prior contacts, but inlno
manner did I imagine "ha. you were a~pect~ng me to atop &y lic~ns~ng
activity on these old inventions. ~e were to op.rate in paral+el paths
with respect for the others aativi~ie9J and to a large extend ~e have
clone this with soma difficulty in communic~t1on, which is prob~bly my
shor~comin9, Time w11l cure many of ,h. problems tor we will Qe
working out any olQ ~nv.ntiona that have licensing interest. 4ncl ~9a~n
as time passes and our XLO becomes ae,ive, you Attention will ~e

directed to new inventions that I have no~ wor~ed and with wh1~h

oonsiderable oampus poll.ice hai not go,ten involved. '
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It is apparent from ths ab¢ve d~'GUgsion that I believe oampu$ p~lit~o3

is a valid and reasonable c~ncern of nline sinae I hav. to l1V~ with
these inventors, rei.arcners, tn-ir·department headt, their d4ana,
etc., and .om. are memb.r. of my Board. Thu., the Research Fqundation
must obtain aoop.rat10n With the Univecslty by persuasion ainq. w. do
nOt have any dir~ct control. the n.t r••ult 1s that I ~ust q~VQ a
little hire to get further cooperation thore, and SO on. Aga~n, I
believe tim. will cure this as new inventions take over the l~melight.

:
:
tA further manner in which time will cure this probl.m i. by e~hancin9

the di~ect communication patween myself and yo~~ lioensing of~icers as
they come on oamp~a and met w1th inventors and potential lice~sees.

Alternatively, 1£ yo~ g.lieve it .prudent, I will go to your l4oation
occasionally and we will iron out any problem situations. On~ year ago
I made a t~i? to see you to 1nsure myself that I gould .nthU$i~sticallY
r.oom~end to my Board our agreement. In one week I report aga~n to my
!ull ioard, and I expect to tell them that 1 beli.ve our UTC cpntraot
will work better next year as our TLO becomes involved. You r~member
that I have suggested that 'this tLO be your employee so that h~ or ehe
Will firmly be under a businese .xpeOtat1on; yet, from our vie~point be
workinq to help our inventors. researchers, etc" do a be~ter bob.
Thus, I will be expected to lead his or her interference as weal as

t
mediate any rough placea, particularly during the early montha~ Aga~n,

tl~e should smooth any transition problems if we get thB rightlperson
for our TLO. !

~
~,

In this letter I have not tried to oonc.n~ra~e on particular d~tailed

aspects of our aqreement for I believe that the fidUCiary relationship
get up by our prinoipal - agent situation involvinq tru.e, loy~lty and
good fai~h dea11n;s will allow us to work out any problem areas.,

;

Aoademic administratlon can be atressful, as you well know, an~ ! will
readily admit that at time. my performanoe will not be psrfeot!or even
adequate, but live with me end we will work this out to the mu~ual

benefit of UTC, or USEt, KSU and KSURF. I
I

What do you think, Carl? j

Very truly yours,

Jo~n O. Mingle, Esq.
80utiva Vice President

,
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November 30, 1987

Mr. Carl Wootten
President
University r~chnoloQY

Suite 210
Sou~h Square Corporate
Durham. North Carolina

Dear CuI:

As 1 haY,,", indicated pr eva cua l y , ~he Reaearch FoulldatL .
\

Committee has decreed that my posi~lon will reduce to halftime!
wnen ~ne new TtO oomes on board with Dean Kruh and Dean Rathbobe,
two members of the ExeCut;1.ve Committee that'l rQport directly /;0
as 1 perform my campus activit;les, concurring that transition'
3hould occur on April 1. 1988. 1 will continue to be hera I
halftJ.mt'l and help the naw TLO as he or she becomes accIimaud to
the new Job. I

You have suggested that l~ would be more appropriate, from theluTc
v~e~point. if our new TLO was an employee of UTC. Although I ~ave

not worked out the details, it seems feasible that we can add ~y
separate fundinq the appropriate fringe benefits that UTC doeslnot

l
pr-cv i de and are r spraaent.ed here at the Unlverslty. !

l

My suggested plan would be to start advertising in early Janua!y
in Omaha. Wichita. Kansas City and perhaps St. Louis and Denvef
for thls position. unless of course you have somebody in mind I
based upon your previous TLO hiring. It is my understanding t~at

you and John FraZier would review applicants from the UTe I
vieWpOint while my Executive Committee will serve as the Reseatch
Foundation'S review. The details of this coordination will haye
to be worked out in ~he near future.

!
My Executive Committ.ee has a meeting p",cember 17 and ellpects to?
conLJ.rm O..an Kruh and Dean Rathbone's recommendations a"d befJ14 to
setup review procedurt'ls for this TLO position. We will be loo~ing
forward ~o getting this next phase of our UTC relationshlp
underWAy.

ly yours,

Mingl<a. Esq,
tlve Vice Presldp.nt

--- --------------------- ----.-.,---,~-_..- ----~._..__ .•.--~._---"--------
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June 21, 1988

Dr. Barbara Hansen
The University of Maryland
5401 Wilkens Avenue
Baltimore, Maryland 21228

Re: USET Technology Transfer Services

Dear Dr. Hansen:

i
University Science, Engineering
and Technology, Inc. I
8000 Westpark Drive, Mc7-ean, VA 22102
Tel: 7031821-2030 Fax:!7031821-2049

1
]

At our meeting on February 5, 1988 we indicated that, oncelthe
acquisition of UTC was complete, we would get back to you ~ith
a proposal to provide UMAB's patent management services. I We
are now able to propose an arrangement similar to the proposal
previously submitted to you by UTC but which also inclqdes
additional valuable servj"ces<t-,. . j; oft. t.J ..-J, e il . fJ,.e tit. ..( 1

/ ltV S" 1'1 t!< -,(IV I'" I,Q,rllt>::'" ifrn<?-r. e
In exchange for~~~ht of first refusalA to all of lthe
technology that l\1skB l:mivezsH:y may acquire arising from lits
research, we propose to p~ovide the following services: I

!
)

1. The services of a professional Technology Lia~son

Officer (TLO) on a regular as needed basis.!The
TLO's responsibility will include providing patient,
related educational services for ca~pus

Investigators, interviewing Investigators to se~rch
out new inventions and help prepare inven~ion

disclosures, Providing liaison with the Licemling
Executive at our headquarters here in McLean, b~ing
available on-campus on a regular basis lfor
interviews with Investigators, helping Investiga~ors

work with our electronic database system (descr~bed

below) and generally being available to respondl to
technology management and research proposal
inquiries from campus Investigators land

• • ..j

Adm1n1strators. Although the TLO w111 be at UMA~ on
a scheduled but part time basis, this will allowlthe
reduction of costs to UMAB for the program, whic~ we
understand has been a major problem for you. IThe
only costs to the University will be for pxovLdd.nq
an office and an Administrative Assistant l~vel

person to handle the details of the office du~ing
the absence of the TLO. The cost of the TLO andlthe
cost of the Licensing Executives who will perform
the actual licensing functions will be enti~ely
borne by USET. !

S~7Mee7~

-- -----------------
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The election of ownership mentioned in (3) abbve
would be accomplished within six months of recelipt
of a complete invention disclosure, at which time! we
will notify the University of election or don-

o • I
elect~on (or request an ext.ens ton shouldithe
circumstances warrant). For incomplete disclosu~es,

the invention would be put "in-abeyance" which woiuld
toll the time period, mentioned above until such
times as the invention was cd~plete. The universaty
may request return of university owned inventipns
which have not been licensed within one year. I If
returned, USET would not share in any income on ~he

inventions. 1

Incorporation of all University technology in pur
electronic database system. As described to youj at
our February meeting, this system will enable usl to
widen the scope of our licensing activities on ypur
behalf. At your discretion, the system will a!J.so
enable University Investigators to solicit reseaFch
funding from industry or other non-traditiopal
funding sources. USET will also promote ~he

licensing of software, biological and engineeriing
materials through the database system. T~ese
services will be available at no cost to ~he
university other than the normal sharing of inco~e,
We would share any option fees, license fe~s,
royalty or other income generated from the licensang
efforts on a 50/50 basis. In addition, 15% WOUI~ be
added to your standard government overhead rate ~nd

remitted to USET for those research grants genera~ed
through the system. I

I
On inventions selected by USET under its right I of
first refusal mentioned above, USET would file, ~ay
for and own patent applications throughout the wo~ld

on these inventions. The only caveat would be that
foreign filing prosecution and maintenance co~ts
will be deductible from royalties or other incpme
derived from these inventions prior to th:ose
inventions on which USET elects not to file, pay ~or
and own, the University may file, pay for and ;own
these inventions. If you should so desire, we ~QII
market these inventions as we would otper
technology, except that the University would recofer
its costs prior to sharing royalty or other Income
with USET.

2.

4.

3.

5. USET would monitor all licenses
due to the University, paying to
share on a quarterly basis.

I
and collect fupds
the University ats



I
If you agree, we propose an initial term of this AgreementIof
five years, subject to automatic one-year rollovers unl;ess
terminated by either party after the five year initial term!

I
\

We trust that the foregoing summary of terms and condLt i.ons
will provide you with sufficient details upon which to acr ,
Obviously, if additional information is required or you wlish
to discuss alternatives to our proposal, we would be happy! to
meet with you to do so.

I would like finally to reiterate what we see as
advantages to UMAB and USET in such an arrangement, which
as follows:

Also, you should know that we
supplemented by other USET
backgrounds as necessary.

plan to use
personnel

the UTe person~el
with appropri~te

I
!
he
'are

1. The provision of a professional Technology Liai~on
Officer to assist in the expansion of ~he
disclosures coming from the Investigators at UMABJ

1
)1

2. Professional Licensing Executives in vari~us
industrial fields to handle the licensing for ~he
University in a professional and efficient manner;

{
1

3. A database which will provide access to ~on
traditional sources of research funding via a b~bad

industry base, and relieve you of some overt~me
• • ..ldevoted to expla1n1ng your program to 1ndustry. '

meet ~he
technol{ogy

the University to
requirements for

cost to
mandated

A minimal
federally
management.

4.

~
I

. ~

If you have any questions or comments regarding the foregoi~g,

I invite your direct inquiry to me. If you would like to ~ave
a proposed Agreement for consideration now, we' would I be
pleased to provide same. I look forward to our cont.Lnud.nq
relationship and to moving ahead to conclusion of ~ur
Agreement so that we can begin the work of getting ~he
University's technology to industry. I

Sincerely,

Norman J. Latker, Esquire
Vice President for Legal and

Technology Affairs

NJL/kte
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'\uSE75
University Science, ~ngineering
and Technology, Inc.
8000 Westpark DriJ.e, McLean, VA 22H
Tel: 703/82 I ·20~0 IFax: 703/82 I -2049

.~

June 21, 1988 ~!

Dr. Barbara Hansen
The University of Maryland
5401 Wilkens Avenue
Baltimore, Maryland 21228

Re: USET Technology Transfer Services

Dear Dr. Hansen:

At our meeting on February 5, 1988 we indicated that, opce the
acquisition of UTC was complete, we would get back to ypu with
a proposal to provide UMAB's patent management servic~s. We
are now able to propose an arrangement similar to the proposal
previously submitted to you by UTC but which also LnoLudea
additional valuable services. 1

~

In exchange for a
technology that the
research, we-propose

~
right of first refusal to all ~f

university may acquire arising flj'om
to provide the following services: I

the
its

Pace 1
S~7~ 7uktJt0'JfI

1. The services of a professional Technology Liaison
Officer (TLO) on a regular as needed basi4The
TLO's responsibility will include providing I patent
related educational services for 1campus
InVestigators, interviewing Investigators t.o] search
out new inventions and help prepare invention
disClosures, providing liaison with the Lipensing
Executive at our headquarters here in McLean) being
available on-campus on a regular basi~ for
interviews with Investigators, helping Invest~gators
work with our electronic database system (dej;cribed
below) and generally being available to res~ond to
technology management and research proposal
inquiries from campus Investigatorsl and
Administrators. Although the TLO will be at $MAB on
a scheduled but part time basis, this will al~ow the
reduction of costs to UMAB for the program, w~ich we
understand has been a major problem for you] The
only costs to the University will be for pr(>viding
an office and -an Administrative Assistant! level
person to handle the details of the office Iduring
the absence of the TLO. The cost of the TLO and the
cost of the Licensing -Executives who will werform
the actual licensing functions will be e*tirelY
borne by USET. I

'!
.1
!

njIOOl June 20, 1988
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2.

•

/

.. i,
1

Incorporation of all University technology Iin our
electronic database system. As described tol you at
our February meeting, this system will enabl~ us to
widen the scope of our licensing activities bn your
behalf. At your discretion, the system witl also
enable University Investigators to solicit xjesearch
funding from industry or other non-tra~itional
funding sources. USET will also promo~e the
licensing of software, biological and eng.ijneering
materials through the database system. I These
'services will be available at no cost ~o the
University other than the normal sharing of lincome.
We would share any option fees, licens~ fees,
royalty or other income generated from the l~censing
efforts on a 50/50 basis. In addition, 15% would be

iadded to your standard government overhead rate and
remitted to USET for those research grants g~~erated
through the system. ,

3. On inventions selected by USET under its r~ght of
first refusal mentioned above, USET would fiae, pay
for and own patent applications throughout th~ world
on these inventions. The only caveat would be that
foreign filing prosecution and maintenanc~ costs
will be deductible from royalties or otherl income
derived from these inventions prior tol those
inventions on which USET elects not to file, pay for
and own, the University may file, pay for and own
these inventions. If you should so desire, we will
market these inventions as we would i other
technology, except that the University would recover
its costs prior to sharing royalty or otherl income
with USET. I

4. The election of ownership mentioned in (3)1 above
would be accomplished within six months of b:eceipt
of a complete invention disclosure, at which time we
will notify the University of election o~ non
election (or request. an extension ahcu[d the
circumstances warrant). For incomplete discl.psures,
the invention would be put "in-abeyance" which would
toll the time period, mentioned above until I such
times as the invention was complete. The University
may request return of· university owned LnverrtLcns
which have not been licensed within one yealr. If
returned, USET would not share in any incomelon the
inventions.

5. USET would monitor all licenses
due to the University, paying to
share on a quarterly basis.

and collect funds
the Universlty its

j

njlOO1. June 20, 1988
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c.

.;1
• -~

If you a@e,weproposeaninitialtermof this Agree~ent of
five yea j subj ect; to automatic one-year rollovers I unless
terminate y either party after the five,year initial 1j.erm. '

We trust that the foregoing summary of terms and CO~ditions
will provide you with sufficient details upon which to act.
Obviously, if additional information is required or you wish
to discuss alternatives to our proposal, we would be h~ppy to
meet with you to do so. ,-I

Also, you should know that we
supplemented by other USET
backgrounds as necessary.

plan to use
personnel

f
the UTe personnel
with apprppriate

l

I would like finally to
advantages toUMAB and USET
as follows:

reiterate
in _such an

what we see ~s
arrangement, wh~ch,

t

the
are

1. The provision of a professional Technology~iaison
Officer to assist in the expansion qf the
disclosures coming from the Investigators at UMAB.

:1

j
2. Professional Licensing Executives in ~arious

industrial fields to handle the licensing ~or the
University in a professional and efficient ma$ner.

f
{

3. A database which will provide access tp non
traditional sources of research funding via ~ broad
industry base, and relieve you of some o~ertime
devoted to explaining your program to industr¥.

4. A minimal cost to the University to mekt the
federally mandated requirements for technology
management. 1,

I

If you have any questions or comments regarding the for~going,
I invite your direct inquiry to me. If you would like ~o have
a proposed Agreement for consideration now, we wo,uld be
pleased to provide same. I look forward to our continuing
relationship and to moving ahead to concl~~ion of our
Agreement so that we can begin the work of getti~g the
University's technology to industry. -

Sincerely,

Norman J. Latker, Esquire
Vice President for Legal and

Technology Affairs

- NJL/kte

njlOOl June 20, 1988
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administered in an effective manner;

SERVICING AGREEMENT

AGREEMENT made this day of , i988,
between (hereinafter called "University"),

and University Science, Engineering and Technology, a Delaware corporation, with prinbpal
j

offices at J 465 Post Road East, Westport, Connecticut 06880 (hereinafter called USET); I
s
l
]

I

~
WHEREAS, it is contemplated by the parties hereto that UNIVERSITY will iown

1
rights to technology made by its employees and others in accordance with its policies) and

procedures and that UNIVERSITY will have the full and exclusive right to license or Ihave
I

licensed on its behalf such technology; j

WHEREAS, UNIVERSITY desires that certain technologies which UNIVER!ITY
'1

may hereinafter obtain during the term of this AGREEMENT be utilized in such a manner
)

as to develop their commercial utility and to develop the maximum reasonably obtaiAable

income both in the interests of UNIVERSITY and the public, and that such righJs be
i
'i

WHEREAS, USET has been organized under the laws of the State of Delawar~ for
I

the purpose of commercial exploitation and administration of technology and is willing to

undertake such functions under the terms set forth in this AGREEMENT.

NOW, THEREFORE, for good and valuable consideration, the receipt wherebf is
f

hereby acknowledged, and the mutual performance of the undertakings herein, it is agreed
j

by the parties hereto as follows:

Section L Definitions

A. The term "Inventors" shall mean UNIVERSITY's faculty (including ResJarch

Investigators), and staff members, and other persons from whom UNIVERSITY may acquire
[

title to technology in accordance with its policies.

B. The Term "Technology" shall mean inventions, invention disclosures, kAow-
t

how, trade secrets, software, biological, chemical and engineering materials, whether of not
!
r
I

SERVAGRE July 13, 1988 [, 1 -



1
subject to! intellectual property protection, patents and patent applications all acquired by the

UNIVERSITY after the date of this AGREEMENT but excluding divisions, continuatioh, or

continuations-in-part of patents or patent applications or reissues of patents acquired bf the
~UNIVERSITY prior to the date of this AGREEMENT. In addition, the term shall include
I

disclosures of specific research projects that the UNIVERSITY believes may result in any of

the above categories of technology and for which project the UNIVERSITY is seJking
j

funding nom the private sector. I

C. The term "Intellectual Property" shall mean patents, copyrighted technology,

trade secrets or the protection of semiconductor chip products.

D. "Technology covered by this AGREEMENT" shall mean technology ~hich

arises during the term of this AGREEMENT which USET elects to administer in accordance. :. ~

with this AGREEMENT and other technology which the parties hereafter mutually agr~e to

administer in accordance with this AGREEMENT. I

Section 2. Obligations of USET

USET, from and after the date of the AGREEMENT, shall perform the

services for UNIVERSITY:

1
following

~

A. USET shall begin, with reasonable diligence and with the cooperation of

UNIVERSITY, and thereafter shall pursue, at its expense an educational program for

University staff and Research Investigators describing the USET services available t~ the

University, the benefits of managing University technology and the process of identif~ing,
protecting and licensing such technology. USET shall also, upon request by UNIVER~ITY
provide consulting services to University on intellectual property issues in connectidn to

specific University technology or research grants and contracts.

B. USET shall enter into a program of licensing (and when approdriate
~

assignment of) technology covered by this AGREEMENT, on the basis of the technology's

commercial potential, the availability of intellectual property protection and reasonable
!

corporate. prudence. USET shall consult, as appropriate, with UNIVERSITY administrative

personnel I and the Inventor(s) in order to plan such licensing strategies for such techno)Ogy.

USET shall further consult with appropriate UNIVERSITY administrative personnel pribr to
l

assignment or grant of exclusive licenses on technology covered by this AGREEM~NT;
§

SERVAGRE July 13, 1988
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provided, that USET shall have final authority to implement license strategies and grant
j

licenses.

C. USET shall provide licensees, prospective licensees and assignees !with

information obtained from UNIVERSITY in order to permit more profitable returh to
i

UNIVERSITY from the administration of technology covered by this AGREEMENT.

D. USET employees and/or consultants shall visit UNIVERSITY and interview
f

Inventors at the UNIVERSITY within the framework of UNIVERSITY's present
:~

administrative procedures on a regular basis, and UNIVERSITY agrees fully to

with such USET employees and consultants.

cooperate
0'

j

E. USET shall provide periodic written

hereunder to UNIVERSITY during the term hereof.

Section 3. USET's Rights

status reports regarding its activities
•

A. UNIVERSITY agrees that it will not hereafter, during the term er] this
}

AGREEMENT, without the express written consent of USET execute any license orltake

any other action contrary to the rights granted or to be granted to USET in accordance lwith

the terms of the AGREEMENT.

1
B. Nothing contained herein shall authorize either USET, or any of its licensees

to use UNIVERSITY's name in any advertising or advertising of products or processes

licensed hereunder without the prior specific written authorization of UNIVERSITY;
I

however, : USET may advise others of the sources of technology covered by I this
s

AGREEMENT and may disclose the existence of this AGREEMENT.

SERVAGRE July 13, 1988 !- 3 -
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Section 4. Management of Technology

A. It is recognized by the parties hereto that subsequent to the execution oq this

AGREEMENT and thereafter that the UNIVERSITY will receive disclosure of techn~IOgy
from UNIVERSITY Inventors in compliance with University policy. All such disclosurls of

1
technology shall be promptly submitted in writing to USET during the term of] the

AGREEMENT for evaluation of its commercial potential. I,
1,

The parties recognize that, by virtue of the activities of USET's employees, Ithat

USET may from time-to-time receive technology disclosures directly from UNIVERSrlrY's
~

employees. In such event, USET shall provide copies of such disclosures to UNIVERSITY

and will evaluate them as described above. i

1
B. At the time of submitting a disclosure of technology disclosure to USE+' or

within thirty (30) days after USET notifies UNIVERSITY that USET has received ~ame
l

from UNIVERSITY's inventors, UNIVERSITY shall advise USET of any outstanding
1

commitments or obligations which might prevent such technology from being subjected to
j

this AGREEMENT or might limit USET's ability to license or otherwise convey rights

thereto, and shall advise USET of any publication (including the date thereof) pertaini4g to

such technology (and shall provide USET with a copy of such publication if reasorlably
t

possible.) 1

!
C. UNIVERSITY grants to USET the right to disclose to actual or potential

I
licensees, information regarding a technology, upon condition that the disClosufr is

accomplished in a manner and form sufficient to protect and safeguard the prospective
2

intellectual property rights thereto, and, subject to the aforesaid condition, UNIVERSITY

waives any claim relating to USET's disclosures made during attempts to license isaid
. .' 1inventrons, i

1
f
_1

D. USET will notify UNIVERSITY in writing within six (6) months frJ,m a

complete disclosure of a technology from UNIVERSITY, whether or not USET elects to

administer such technology in accordance with this AGREEMENT.

USET will notify UNIVERSITY within sixty (60) days of the receipt d'f an

incomplete disclosure of a technology on the information needed for complete the disclo~ufe,
1
-~,
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G.

support of research to be performed at UNIVERSITY.

and such disclosures will be held in abeyance pending receipt of such information, at Jhich,
time such: six (6) month period shall commence.

i
E. In the event USET does elect to administer a technology in accordance lwith

!
this AGR,EEMENT, UNIVERSITY agrees to assign and hereby does assign to USET its

entire right, title, and interest in and to such technology, subject to any pre~ious
J

commitments made or limitations incurred by UNIVERSITY, as for example, under certain

United States Government grants and/or contracts (but no commitments or limitahons
:\

incurred by virtue of UNIVERSITY's regulations or agreements with its Inventors).

F. In the event USET does not elect to administer a technology in accordance
j

with this. AGREEMENT, or fails to give timely notice of its election to administer a
§

technology in accordance with this AGREEMENT, then USET's entire right, title.] and

interest in such technology shall terminate and the UNIVERSITY shall be entitled to p!rsue
~

any and all activities related to such technology without involvement of USET.

UNIVERSITY retains the right to enter contracts and receive granls in
j

If USET elects to administen any
!

technology in accordance with this AGREEMENT which arises from research supported by

such a contract or grant containing terms providing preferential treatment of licenses t! the
!

contractor or grantor, USET agrees to perform all servicing obligations with respect thereto
]

in accordance with such terms. .

H. Within six (6) months following notice by USET of its election to admiJister

a technology in accordance with this AGREEMENT, USET will: (i) complete a patent
I

novelty search for the technology, elect to file a patent application thereon without

conducting a patent novelty search or pursue other means of intellectual property proteJtion,
I

or (ii) notify UNIVERSITY of USET's termination of interest therein. ~ithin
i

approximately one (I) year after the six (6) month period referred to in this Section {I(H),
r

USET will either (i) complete the timely filing of a U.S. patent application fo~ the

invention, establish other means of intellectual property protection, or (ii) notify

UNIVERSITY of USET's termination of interest therein.

Section 5. Patents and Patent Costs

SERVAGRE July 13, 1988
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~
A. Subject to the provisions of Section 4, USET shall, when it deems necessary,

@

promptly. file or cause to be filed patent applications in any country or countries of the

world, including the United States. Such patent applications shall be filed and prosecuted,

and any patents issuing thereunder to Inventions covered by the AGREEMENT rec~ived
I

from UNIVERSITY shall be maintained, at no cost to UNIVERSITY. UNIVERSITY agrees
j

to sign or cause to be signed all documents or papers and take any other action necessary to
~

effect such filing and prosecution. In the event USET decides not to file a ~atent

application on an Invention covered by this AGREEMENT, or to abandon a filed patent
!

application or issued patent, it will notify UNIVERSITY of such decision within adequate
:\

time for .UNIVERSITY to file a patent application or such Invention or continud the
t

prosecution of such application or maintenance of such issued patent, as the case may be,
1

and will promptly transfer all of USET's rights

the same from the scope of this AGREEMENT.

therein to UNIVERSITY, thereby deleting
I

c.

any such suit initiated by USET or any licensee without its express permission.

B. As to foreign patent rights on Inventions covered by this AGREEMEN~, if
J

USET files for foreign patents, USET may first deduct the foreign filing, prosecution) and
:!

maintenance cost from royalties or other income derived from the licensing or bther

handling of the particular Invention or Inventions involved, and the remaining royalties or

other income shall be shared as set forth in this AGREEMENT

In the event any technology covered by this AGREEMENT becomes invblved
l

in Iitigation, USET will pay the expense of same. USET shall be entitled to deduct its
j

litigation. expenses from any recovery or royalties related to the technology that is the
]

subject of the suit, with the balance of the recovery, if any, or the remainder of lsuch
~

royalties, ias the case may be, to be shared in accordance with the royalty sharing prov~sions

of this APREEMENT. Notwithstanding the foregoing, USET may transfer some or ~ll of

the power of litigation and the costs thereof to an exclusive licensee under a technblogy
!

covered by this AGREEMENT and permit the Licensee to set-off its litigation costs !from

royalties otherwise due. In no event shall UNIVERSITY be required to become a paljty to
]

Section 6. Representations and Warranties by UNIVERSITY

UNIVERSITY represents and warrants:

SERVAGRE July 18, 1988
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A. That pursuant to its existing intellectual property protection policy of (a 'copy

of which is attached hereto and marked "Schedule A".) it will acquire all rights tc the

technology, inventions, invention disclosures, know-how, trade secrets, patents and patent

application made by Inventors and that it has the full right and power to assign such subject

matter to USET hereunder.

)

B. That it now has the right to enter into this AGREEMENT and intends

hereafter to comply with the terms thereof (including without limitation that it will not

change its policies in derogation of the rights conveyed and to be conveyed to USET

hereunder).

Section 7. Payments and Considerations

A. USET shall collect and receive in its own name all royalties, fees or other
~,

remuneration hereafter to be due or accruing by reason of the licensing, sale, litigatiqn or

other exploitation of technology covered by this AGREEMENT.

B. With respect to any royalties or other income received by USET fo~' the

licensing, sale, litigation or other exploitation of any technology covered by l'this

AGREEMENT, subject to the provisions of Section 5B and C, USET shall retain forty
!

percent (40%) thereof and shall pay over to UNIVERSITY the remaining sixty percent

(60%). From its share of such royalties or other income, UNIVERSITY shall compensate the

Inventors of UNIVERSITY in accordance with its applicable policy, and USET agre~s to

pay to UNIVERSITY the sum of Two Hundred Dollars ($200.00) at the time a United States

patent application is filed for each Invention covered by this AGREEMENT, provided! that
~:

only one such payment shall be made with respect to a series of patent applications covering

a number of related inventions made by a common Inventor(s), and UNIVERSITY agrees to

forward said sum to such Inventor(s) on behalf of USET.

C. All royalties or other payments received by USET and attributable tq the

licensing of Inventions covered by this AGREEMENT shall be accumulated by USEll and

amounts due to UNIVERSITY shall be paid to UNIVERSITY semiannually each year qn or

about each January 15 and July 15, together with an accounting of the source of fsuch

amounts.

SERVAGRE July 13, 1988 '- 7-
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D. USET shall keep accurate books and records of its income

hereunder and. of disbursements, and UNIVERSITY shall have the right to

books and records, at reasonable intervals and at reasonable times.

Section 8. Term

f
and receipts

inspect !such
:1

:1
I

A. The term of this AGREEMENT shall be from the date hereof for a period of
1

five (5) years and shall be automatically renewed for additional one (1) year periods

thereafter; provided, however, that either party shall have the right to terminateIthis
$

AGREEMENT at the end of the initial five (5) year period or any subsequent period
~

thereafter by providing written notice of termination to the other party at least thirtyl (30)
\

days prior to the end of any such period. Notwithstanding the expiration of! this

AGREEMENT or earlier termination as provided hereunder, and with respect tol any
!

technology covered by this AGREEMENT, this provision

technologies shall survive such expiration or earlier termination

last to expire of any patents issuing on each such technology.

hereof relating to lsuch
I

until the expiration of the
~

i
B. If, after three (3) years from the issue date of any patent issuing on an

I
technology covered by this) AGREEMENT, it shall be reasonably determined by

:l

UNIVERSITY that USET has failed to produce the maximum utilization or return ~hich

might be expected from commercial development of such technology, UNIVERSITY !hall,

upon sixty (60) days written notice to USET, have a right to reassignment of Isuch
ili

technology (including the patent or patents relating thereto). During said sixty (60)l day

period the parties agree to negotiate concerning alternate procedures to such reassignment,

but during said time USET shall not grant any license under the technology covered b~ said

notice without the consent of UNIVERSITY.

~
If USET desires to dispute the reasonableness of such determination by

UNIVERSITY, such dispute shall be shall be settled by arbitration in accordance with the
j

rules of the American Arbitration Association then in effect. The arbitrator's decision las to

such reasonableness shall be final and binding upon the parties. Upon maturation ot the
t

right to reassignment, USET shall, in fact, reassign to UNIVERSITY by written instrument.
I

The demand for arbitration must be make within thirty (30) days after expiration oti said

sixty (60) day period and the costs of such arbitration shall be borne by the party whoJdoes
]

not prevail.
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~

In the event of such reassignment, USET shall receive and retain a royalty for the
~

life of said technology arising from any license or similar agreement consummated pril>r to

the demand for the recapture of said technology, in the amount it would have receiveJand
i

retained had the technology not been reassigned to UNIVERSITY.

C. In the event of receivership or bankruptcy of USET, or in the event dSET,
shall make an assignment for the benefit of creditors or shall go out of business.! 'this

j
AGREEMENT shall terminate and, in such event all right, title and interest in .and to all

technologies covered by this AGREEMENT then owned by USET pursuant to and unde~: the

terms of this AGREEMENT shall automatically revert to UNIVERSITY. In the eve*t of

such reversion, USET shall receive and retain royalties from and for the full term odany

licenses or similar agreements consummated prior to the received and retained ha&' the

technologies not reverted to UNIVERSITY.

t
D. If either party shall at any time during the term hereof commit any brea¢h of

'i
any material covenant or agreement herein contained, and shall fail to remedy any Isuch

breach within sixty (60) days after written notice thereof by the other party, such bther
!

party may at its option terminate this AGREEMENT by notice in writing to such effect, in
:l

addition to such other remedies as are provided by law.

E. The termination of this AGREEMENT for any cause shall not affed the
i

terms of any licenses, sales or other grants theretofore entered into by USET, an~ no
~

termination shall relieve USET or its successors of its obligation to pay UNIVERSIT¥ its

share of royalties due or to become due or accrued under Section 7 hereof, or shall reJ;eve
J:

UNIVERSITY of the obligation set forth in Section 8 B to pay a continuing royalty
i

attributable to services of USET, the right to which continuing royalty accrued prior tosuch
\

termination.

Section 9. Miscellaneous

,!

A. This AGREEMENT shall be interpreted and enforced under the laws of the

State of Connecticut.

B. Any payment, notice or other communication required or permitted tb be
i

made to either party hereunder shall be sufficiently made or given on the date of mailing if
t
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sent to such party at its address given below, or such other address as it shall

designate in writing, as follows:

In the case of USET

President
USET
1465 Post Road East
Westport, Connecticut 06881

In the case of UNIVERSITY

President

C. This AGREEMENT shall be binding upon and shall inure to the benefiit of

the successors or assigns of UNIVERSITY, but USET may not assign this AGREEM;ENT

nor any interest under this AGREEMENT without the prior written consent of

UNIVERSITY, except that USET may assign its rights to monies due or to become!

hereunder.

SERVAGRE July 13, 1988



""

~

MEMJRANIXJM

'TO: I.cMel1 T. Hannison

;?1~ r.
f '~I lYf'\SV

M:lrc:h 7, 1988

I
't

L

Fro1: carl B. Wootten
t
',~
},

.s,~~

RE: SUPA visit Report

The follCMing is a summary of contacts ardctlscusaions held during the 9UPA meet
ing in san Diego last week. In general, the meeting was well c::orrlucted anilvery
informative even for us "old timers". .

Specific contacts ani follow-up are as foll=:

1. Dr. Stan Nicholas, Director of University Research, Clemson University.
Talked with Stan conceming the potential for USEI' on the carpus , clrrl founj
that he would be retiring on June 30th of this year. Clemson would lbe an
excellent carrlidate urder the regional concept, but is not big enough for a
full tim TID. Stan also mentioned that he would be available for qonsulting
after June 30th, but my feeling is that he might also be Vert williJiIg to help
us get started with Clemson if we so desire.'

v(

x·
%:4.

Reed MCCarty, Vice President, Telos Development Corporation. Telos lis a group
fo:rmed from MOntgomery Medical Ventures, which does pre seed venture capital
work. Reed asked ITe to sen::l any rredical related inventions which nUlght
qualify as a start-up to him, .

Richard A. Gerstin, Manager of Business ceveloprrent, Pfizer Hospita~ Prcduct.:
Group. Richard works closely with Bill tavis, Director of Licensirq at Pfizer
ani is responsible for the hospital products group Licensirq, He w~ll be
added as a further contact urder Pfizer ;for our corrputer system. ,

I
I

Allen Ginsbtn:gh, Oirector of Corporate Development, SUn::1strarrl corporat.ion.
Talked with Allen atleIX)th concerninq SUrdstrarrl's technolcgy requ~rerrents,
ani told him we would get together by letter on p.ltting SUn::1strarrl gn our data

I

J
~
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X

base of ~rds.
t
,l

Karen Hersey, Director of Tedmology Administration, North carolina state uni
versity. Karen Hersey has taken the place of Becky French at NCSU, <$:1 :
~ to have a gcxxi han:Ue on the internal workings much as our~ does.
'lhey are part of the Research Triarqle Consortium headed by Bill Riley am
containi.n:J UNC, NCSU am D..Jke. i. '

h

(,

ravid Koffsky, Attorney. ravid was originally with UPI am has left b.:,em to
, go into private practice. He indicated that he has a specialty in copyrightsV am trademarks, am invited us to consider him when needi.JB any trad~kor

patent 1NOrkdone.!
:: ',

, i
7. Dr. scott Pyron, Regional Director, Research corporatdon Teclmologiesi scott,
./' has spent nest of his tine at Research ccrpcratdon in the grants areal am has

. ~/ recently mved to the licensinJ area. His personality am technical ~ck.l.
V \ grourrl indicate that he might be an excellent LicensinJ Executive whei,1 we rare

ready for expansion, am should be kept in m.ini for that purpose. I !

8.

q
I

SUsan saibara, Telescan. After the group meetinJ on SUnday, I had a bance to
get together with SUsan am preview the small demo package they had n?de up
for TIC. ravid strevel am Wayne swann will be workinJ with her to d~velop
t:t;is, but it looks like it is a lOn:! way from what we need at the present; i
t1me. I

:\
:l

«
9. John HollCWciy, University of COlorado. Sat next to John in one of th~ ses

sions, am he was questioninJ hCM UI'C works. Also next to him was sid Alpert,
am I saw him pass a note to sid indicatinJ that the \JI1iversities' inVolvement
with start-up Enterprises is one of the reasons for the decline in di~losures

from COlorado. I doubt seriously that this is the reason, but it wasl inter
estin:J to oversee the note to sid.

10.

J5~

vv

i
I

Ed McCarty am D..Jke Leahy, university of Washington, st. rouis. Disc~ the
potential for USEI' to interact with the University of Washington, ami Duke
Leahy told me privately that we really need to see them again and make a pro
posal to them. Evidently, they are havinJ problems han:UinJ the vOluife of
disclosures am need some help. Washin:Jton University was goinJ to ~ one of
UI'C's initial clients, but we could not sell the exclusive portion ofIour con
tract to the faculty. This also brinJs up the major point of takin:J~
clients on a non-exclusive basis or takirq clients on an exclusive ~is for
certain schoolsjdeparl:m2nts. This is what Bill Reagan wants us to doj at;
Columbia, am is a policy question that needs to be discussed am dectded
upon, '(

Dr. Ibn Westermann, Medical College of Wisconsin Research FOlJ.ndation.1 Had a
10n:! talk with Don concerninJ the USEr approach to Li.cens.inq, am he eponmmi
cated that they woold ,be receptive to discussion am possibly a proposa.l ,
This should be fol.Iowed up once we have our "game plan" corrpleted. '

• •
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12.
.) :

Dr. Tan Walsh, University of Florida. Tan WalSh has taken over the $ponsored
Prc:grarrs aspects at the University of Florida, am is restructuring ~eirI
division into two parts, one having to do with goverI1lW'..nt furx:ling aJ'1C\I the I
other having to do with outside furx:ling am patents. '!hey have justl~
SUSan swain {?}, who is earning as a director of the office that harxlj.es the
patents. By way of backgroun::l, we had originally talked with Dr. Patrici~
SChmidt a couple of years ago concerning having them as a un::: clientl but
there was a najor shake-up at Florida am, as a result, Pat Schmidt teft the
university. since she left, no one has been actually haOOling liceru$ing, .
which Tan indicated they were presently doing on a seren:lipity basisl He'felt
that the timing was excellent for USEI' to carne in am give them anotljer pro-
posal, am this should be folla.ved up in the near future. :

1

v~13·
f

t
lorraine lasker, NeN York Medical Colle::Je. lorraine handles the patarrta for
the colle::Je, am again indicated that she would certainly like to taJ)c to us
concerning hCM we might work tc:gether. '!his is a very snall operatiion am
does not justify a full t:iroe nan, but might fit un::l.er our re::Jional concept;

14.

c
Rog'er Ditzel, University of california. Rog'er am I spent a good de,h of t:iroe
together talk:in3about USEI' am about the problems he has at the Uni~ity of
california system. .since Rog'er has thought through the process of l~censin:J

for the nine najor universities in california, it might be well w0rtl! our;
v.hile to get him as a consultant for a couple of days to visit with t.\s am to
outline the organizational steps he has taken to put that system tog4therJ
Also of value might be the various tracking procedures, application $xl prose
cution proc::e:iures, etc. that he uses.

D-lring the meeting I visited with the people from Utah to look at their Lam~logy
• targeting ce.ta B3se they had on display. A rough review of the system essemitalIy

looked as though they had taken the lES book am the SIC codes am combined the two.
I'm sure that there's a little nore to it than that, but the type of Inromatiion
available from the list is much too broad for our purposes, am in fact our q;.m ce.ta
Base is much mre accurate am much mre useful. I .. . I

;
We also, had a najor meeting of the staff at un::: am all of the TIOs from !the cam

puses which· was a:iroed at identifying am solving cormmmications problems betv{een the
two groups. '!his is part of the ongoing review of each carrpus, but it was tile first

. t:iroe we were able to get all of the TIOs together to see if there were any comon:
problems. We will continue to work on this area over the earning mnths. \ I

CfW/ce
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rusEn University Science, Engineering
and Technology, Inc..
8000 Westpark Drive, ttcLean, VA 22102
Tel: 703/821-2030 Fq,x 703/821-2049

Reply to:
1465 Post Road East
Westport, CT 06880
Tel: 203/255-6044 Fax: 203/254-1102

July 29, 1988

.'
Dr. Robert F. Kruh
President
Kansas State University Research Foundation
Kansas State University
Fairchild Hall
Manhattan, Kansas 66506

Re: Technology Transfer Agreement

Dear Dr. Kruh:

that
Inc.
USET

[,

USET is a corporation which was formed in early 1988 ~y the
Maxwell Group at the direction of its Chairman, Robert Ma~ell.

Mr. Maxwell, since his service as a Member of Parliament inrGreat
Britain some years ago, has been concerned that inad~quate

technology transfer has impeded the progress of mankind, pa~ticu
larly in the areas. of health care and food supply. To! help
remedy this situation, he has applied his corporate resourqes to
the organization of USET, an entity created to assist ir the
transfer of university-generated technology. AdditionallY'f USET
is developing a computer-based marketplace which will LricLude
available university technology as well as funding proposals
through its data base subsidiary company. The ser i.ousneb s of
Maxwell' s involvement with academia and scholarship is ~llus

trated by its ownership of Pergamon Press, with which I knqw you
are familiar.

In conjunction with our meeting on August 3, I believ~

a written outline of the background and structure of USET"
and University Technology Corporation's integration into;
will prove helpful.

Technology Transfer. To activate its technology trcl.nsfer
activities, USET purchased University TechnologyCorpo~ation

("UTC") in February 1986. UTC has continued its operation~ as a
corporate entity owned by.USET sinqe that time. The Tech~ology

Transfer Agreement which Kansas State 'University Research
Foundation has with UTC remains in effect. At the end o~ June
1988, USET purchased the technology transfer busine~s of
University Patents,. Inc. ("UPAT"), but did not acqui.re the
corporation itself, which continues to engage in activities
outside the field of university patent management. The com~ined

S~7but7~
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Dr. R. F. Kruh July 29, 1988
Page two

operations of both organizations are located at UPAT's facil~ties
in Westport, connecticut. Carl Wootten and other members ot the
UTC staff will be relocating to Connecticut within the next two
weeks. I

]
:l

The undersigned serves as president of USET. I ~as a
founder, Chairman and Chief Executive Officer of UPAT for a~most

twenty years. I assumed the management of USET at the reque~t of
the Maxwell Group. The UPAT technology transfer staff is [com
prisedof attorneys, other professionals and a highly skli Lf.ed
support group who have years of experience in protecting and
commercializing university-generated inventions. They, tog~ther

with UTC personnel, comprise our current complement. Addit~onal
professionals are being recruited, to provide capabilities ip all
major technical disciplines. To summarize, we can confid",ntly
say that USET's technology transfer division is a stronger,jmore".broadly based, better financed UTC, with the ability to serv~ you
successfully. 1

USET recognizes that it has, through UTC, a defined conLrac
tual agency relationship with Kansas State. Certain aspects of
that relationship may, as a result of our joint experi~nce,
benefit from modification. I look forward to an exchange of
ideas which may be of mutual advantage during our meeting. i

Technology Information Center. As an adjunct to its kech
no logy transfer business, USET acquired a computer sof~ware

developer ("TIC"). TIC is developing a data base to provLde
access to subscribing industrial clients information ~bout
technologies available for licensing from the USET portfplio.
Also available to industry will be research funding opportun~ties

from university investigators. In addition, the data basel will
include listings of technology "wants" from industry. ALI of
this information will be coded and will move through USET a~ the
marketplace. It is our belief that TIC will -enhance tech~blogy
transfer of inventions while simultaneously identifying support
for projects needing funding. Of course, there will be no cparge
to Kansas State for using the TIC network other th~n a
participation of 10% of the amount of any industrial res:earch
grant generated by TIC for utilization by university inve~tiga-
tors. i

• •- -- --_._._- - - -,--------
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Since the acquisition of UTe by USET in February,
been a lapse in communicating to you the design of
structure and the advantages which will result to Kansas
from it. At our meeting, I hope you will become convince~ that
uncertainty and a lack of direction at USET are now ove.r], In
advance, please accept our thanks for your time and coopera~ion

Dr. R. F. Kruh

Sincerely,

L. W. MILES
President

LWM:jh /.

N. Latkerbee:
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Dr. Al Sheppard
Vice President of Research
Georgia Institute of Technology
Centenn'ial Research Building
Atlanta:, Georgia 30332-0420

University Science, Erigineering
and Technology, Inc. Ii
8000 Westpark Drive,IMcLean, VA 2210:0
Tel: 703/821-2030 Fl.x 703/821-2049

Reply to:
1465 Post Road East
Westport, CT 06880 .
Tel: 203/255-6044 Fdx: 203/254-II02

July 29, 1988

Re: Technology Transfer Agreement

Dear Dr'. Sheppard:

In conjunction with our meeting on August 1, I believe! that
a written outline of the background and structure of USET,i Inc.
and University Technology Corporation' s integration into! USET
will prove he LpfuL,

USET is a corporation which was formed in early 1988 QY the
Maxwell Group at the direction of its Chairman, Robert Ma»Well.
Mr. Maxwell, since his service as a Member of Parliament in tGreat
Britain some years ago, has been concerned that inad~quate
technology transfer has impeded the progress of mankind, pa~ticu
larly in the areas of health care and food supply. To; help
remedy this situation, he has applied his corporate resourqes to
the organization of USET, an entity created to assist ii;1 the
transfer of university-generated technology. Additionally,! USET
is developing a computer-based marketplace which will Lnc Lude
available university technology as well as funding proppsals
through its data base subsidiary company. The sez-Lousnes s of
Maxwell's involvement with academia and scholarship is i.!llus
trated by its ownership of Pergamon Press, with which I kno~ you
are familiar.

Technology Transfer. To activate its· technology trabsfer
activities, USET purchased University Technology Corpor;ation
("UTC") in February 1986.UTC has continued its oper a t Lonaj-aa a
corporate entity owned by USET since that time. The Technplogy
Transfer Agreement which Georgia Institute of Technology ha~ with
UTC remains in effect. At the end of June 1988, USET purcpased
the technology transfer business of university Patents,' Inc.
("UPAT"), but did. not acquire the corporation itself, ~hich

continues to engage in activities outside the field of univ~~sity

S~76m7~

•
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patent management. The combined operations of both organizalions
are located at UPAT's facilities in Westport, Connecticut. ICarl
Wootten and other members of the UTC staff will be relocati~g to
Connecticut within the next two weeks. I

The undersigned serves as president of USET. I w;as a
founder, Chairman and Chief Executive Officer of UPAT for almost
twenty years. I assumed the management of USET at the reque~t of
the Maxwell Group. The UPAT technology transfer staff is I com
prised of attorneys, other professionals and a highly sk~lled
support group who have years of experience in protecting and
commercializing university-generated inventions. They, tog~ther

with UTC personnel, comprise our current complement. Addit~onal

professionals are being recruited, to provide capabilities ih all
major technical disciplines. To summarize, we can confLderrtLy
say that USET's technology transfer division is a stronger,lmore
broadly based, better financed UTC, with the ability to serv~ you
successfully. I

~

USET recognizes that it has, through UTC, a defined con~rac
tual agency relationship with Georgia Tech. Certain aspects of
that relationship may, as a result of our j oint exper Lence ,
benefit from modification. I look forward to an exchange of
ideas which may be of mutual advantage during our meeting. l

-J

Technology Information Center. As an adjunct to its tech
nology transfer business, USET acquired a computer software
developer ("TIC"). TIC is developing a data base to prpvd.de
access to subscribing industrial clients information ~bout

technologies available for licensing from the USET portfplio.
Also available to industry will be research funding opportun!i.ties
from university investigators. In addition, the data basel will
include listings of technology "wants" from industry. A~l of
this information will be coded and will move through USET a~ the
marketplace. It is our belief that TIC will enhance technplogy
transfer of inventions while simultaneously identifying support
for projects needing funding. Of course, there will be nocparge.
to Georgia Tech for using the TIC network other th~n a
participation of 10% of the amount of any industrial res~arch
grant generated by TIC for utilization by university inves~iga

tors.
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Since the acquisition of UTC by USET in February,
been a lapse in communicating to you the design of
structure and the advantages which will. result to Georgia
from it. At our meeting, I hope you will become
uncertainty and a lack of direction at USET are now over
advance, please accept our thanks for your time and

Sincerely,

L. W. MILES
President

LWM: jh
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