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Inv~ntlon_ReEor!ing

the contractor to report inventions wi~hin 6 months from

~

..._."-_."~_._------

it.

!
I

I
The position taken by DOD's patent staff, as manifested ih
. ~ I

proposed mark-ups of S. 1657, represents a drastic change in I
existing DOD reporting and related forfeiture requirements anr is

not a simple continuation of existing policies. We urge you ~o

reexamine this new position -and to support S. 1657 as now wri~ten
which adequately protects the interests of DOD. (As a possib~e

alternative, a requirement for disclosure Within;! a reasonab~e time

after "first actual reduction to practice" (but not conceptio!n)

would be acceptable.) I
I
I

S. 1657 requires disclosure within a reasonable time aft~r
t

contractor administrative personnel become aware of the inve~tion

and provides for possible forfeiture when disclosure is not Jade
I

within that time. Obviously, as a practical matter, the earUiest
I

time a contractor can report anything is after it becomes aw~re of

I
I

Under the proposed DOD language, contractors would be sU~ject to

forfeiture for failure to disclose within a reasonable time ~fter
I

making, which includes both "conception" and "reduction to .1
I

Pr a c t i c e " . While current DOD patent clauses place an obligaJion on
. I

·1u

I
I

J



disclosure it has always been getting.

the ones that later were tested and showed indications of

S. 1657, as now written, ~ill in fact give DOD the same

Thus, this has never proven a real problem.

I
I

making, the forfeiture provisions of the clauses are not tiedl to
. I

this time. In particular, for"ti ture for nonreporting (not la~e

reporting) is only applicable when there is a failure to repoft

within 6 months after a patent application has been filed or ~ithin. I
6 months after a final certification of inventions under the I
contract has been made. The final certification is made 3 mo~ths
after completion of work under the contract. The current cla~ses
are clearly aimed at situations in which failure to report isl

r
fraudulent. i

!
Under the mark-up proposed by DOD, current practice woul~ be

reversed. Title to numerous inventions would be placed underl a

cloud, since as a practical matter, it is simply ,not possiblel to

report inventions within 6 months or probably any other time reriod,

in unfinished projects. I
i

on hundreds of untr ied and I
I

untested ideas (conceptions) just to be sure they were coverer on

I
I

practicality. While contractors would literally have to do trat

under current DOD clauses, the more practical forfeiture I
r

requirements of the same clauses have avoided the need to lit~rally
!
I
i
!

I
I
!

Indeed, it might eve~

I
I
I
i
I
I i

_----', ... ,.J

comply.

after conception without sweeping

conltractors would have to report



rous

require contractors to make earlier disclosure in some cases,! since

its forfeiture provisions in most instances will be earliet

those in existing DOD clauses. On the other hand, 8.1657

written is administratively practioal and will not place a c

over the title to inventions conctractors wish to retain.

contrast, the proposed DOD mark-up would create clouds over

inventions.
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Dr. Jerome Smith
Technical Director
Office of Naval Research
800 N. Quincy St., Room 907·
Arlington, VA 22217

Gv0lCm
UNITED STATES DEPARTMENT !OF ~~MMERCE
The Assistant Secretary for Pro;.!uct,v,ty,
Technology and Innovation !
WashIngton. D.C. 20230 I
(202) 377·1984 I

I

I
I
I
i

Dear Dr. Smi th I
We enjoyed our meeting on May 17 and would like to continul

l
• the

exchange of ideas. .
I

We have long maintained that the promise of invention ownefship
would create in government contractors the incentives necersary
for timely protection of all inventions of importance to bpth
the contractor and the government. If our premise is corrrct,
penalties for untimely reporting that threaten the contrac~or's

ownership seem unnecessarily adversarial, particularly if bl'.ased
on something so unverifiable as "conception." I

You challenged this on the basis that the incentive of I
contractor ownership may not be sufficient to assure repor~ing

where the invention has only a potential for military use.; You
suggested that in such a situation the contractor has litt~e

need to report since it would not bear any responsibility!Eor
infringement losses if a later government purchase was I
successfully challenged by a third party patentholder. I
Further, you suggested that the contractor-inventor also h~s

little incentive to disclose. I
Clearly both you and we should be interested in the protecfion
of only those inventions having potential for government and/or
public use. At the time of invention the market for an I
invention cannot be conclusively predicted. However, even! in
those few instances where a contractor might judge'·an iriveption
to only have a potential U.S. government market, we believ~ it
will have as strong an interest in establishing a patent I
position to cut-off potential claims against the government as
the government itself. This is .in addition to the "fact th~t

the contractor has contractually agreed to report such an I
invention. This interest is fueled by at least: I
o The Possibility that the government will require the I

contractor to identify the government for patent I
infripgement losses in any future contract it enters ihto". ,
for supply of the invention to. the government. (As no t.e d ,
it would be rare that a contractor could conclusively I

I
t
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Sincerely,

Norman J. Latker
Director
Office of Federal Technology

Management Policy

'---~.~.~'- .

MUbergs
E11ert

·Pa.rker- ..,/
Ch,r0n v

The desirability of establishing itself as the
organization in the eyes of the government for
of future procurement. '

o

o

o

I
ne the ~xtent of a potential market at the time tf

invention) • t,
Recovery of costs it incurs for reporting and filing pa~ent
applications on the invention. ,I

. . I
lnventlng
the pur pose

I
I

The possibility the invention can be sold for foreign I
military application or might later find a commercial ure.

While contractor' incentives to protect potentially useful I
military inventions seem strong, after talking with you, wei are
less certain about the contractor-inventor's incentive to I
report in a ~urelY defensive situation. Given ~his I
uncertainty, we suggest as one possibility a cash payment to
the inventor on the filing of a patent application similar ~o
the payments used in some Navy laboratories to stimulate !
reporting. The proposed FAR provision 27.301-2(d) (1) of i
threatening the contractor with loss of ownership if i tsi
inventor does not report within an arbitarily determined tire
period is not in our view a substitute for a properly desigped
incentive system. Further we believe that,this provision w~ll

be viewed·as a contradiction of your goal of a cooperative'
contractor~govSrnmentprogram for identi£ying potentially I
useful military inventions. I
Under any circumstances the FAR provision is not an approprlate
government-wide policy as it is clearly designed to respond! to
your belief that contractor ownership is not sufficient to
trigger reporting of inventions that have only military
application and no likelihood of commercial use. Much R&D!
funded by the civil agencies is to produce technolo9ies for!
private sector use, where certainty of title is necessary tp
achieve the objective. I

I----·1

I'
I
1
!
!
i
I
!
I
I
I
I'. " . . -~f

bcc:



6/18/83

FAR is scheduled to replace all existing patent

vehicle implementing the President I s Memorandum.

(FAR) •

I
I

The Reagan Administration has consistently supported the I
I,

concept of contractor ownership of inventions made with Feder~l

support and endorsed legislation to achieve it. When the I
I

Schmitt Bill (S. 1657) became stalled in the last session of !
!

Congress, the Department of Commerce initiated the February If'
1983 Presidential Memorandum on Government Patent Policy. Th1

t
Memorandum directs agencies, to the extent permitted by law, fO

allow nearly all R&D contractors to own inventions under I

policies that are the same or substantially the same as those!
j

applied to the small business and nonprofit organizations und&r
I

P.L. 96-517. Implementation of the Memorandum, as intended, is
I

being frustrated by the patent staffs at DOD, NASA, and Energ~
t
}

through their control of Part 27, Patent, Data and COpyrights!
(

of the new Government-wide Federal Acquisition Regulation !
!,

,I
regulat10ns on September 30, 1983 and would thereby be the on~y

I
I

Notwithstanding the President's Memorandum, the FAR regUlatio~s

have been drafted to allow contractor ownership but under

~-

policies substantially different than those extended to small,
i

businesses and nonprofit organizations under P.L. 96-517. I
Incredibly, the clear ownership under the current practices o~

!
some agencies would be severely clouded by conditions include~

t
in the proposed FAR. For instance under FAR, contractors mus~

i
report an invention within 6 months from its conception (whicp

f
is undefined), and elect rights and file a patent applicatio~

I
I
t
£

I
I
1 __
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within 6 months thereafter or be subject to loss of ownership

if the prescribed actions are not taken within the allotted

periods. The spector of loss of ownership as a penalty for

late reporting, within 6 months from "conception" has no

precedent in present regulations. Since it is not readily

feasible to report 6 months from something so unverifiable as

"conception", title to many inventions will be clouded.

business and universities were able to eliminate a similar

provision in the development of regulations implementing P.L.

96-517 through vigorous opposition. A number of similar

conditions in which performers other than small business and

universities are treated in a more restrictive manner are

discussed in the attached comments on FAR. Without an

indication of private sector concern, no organized process

objective review of the regulations cari emerge to force

corrective action.

In addition to the problems in the patent section, Part 2

of FAR includes a first attempt to prescribe a government

policy on ownership of technical data made or submitted in

performance of government contracts. In most part, the

on technical data implements the policies of DOD, NASA and

to retain government ownership of technical data generated in

the performance of such contracts. Since this pOlicy is now

being extended to all other agencies for the first time, and

light of the February 18, 1983 Presidential Memorandum

endorsing contractor ownership of inventions, it appears that

this is the correct time to raise the appropriateness of a
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general principle of government ownership of technical data.

Consistency with the February 18, 1983 Presidential Memor

suggests a reversal of such presumption of ownership in

technical data.

This could be accomplished by protecting the government's

interest as it is under the new patent policy, by negotiating

the rights agencies need to perform their mission at the time

of contracting.

Contractor ownership of technical data (subject to

appropriate license rights in the agency) could serve at le

the following purposes:

a. It would place control of the data in the hands of U. S.

companies to the exclusion of foreign competition.

this "is a better choice than permitting foreign competi

the free access they have under present policy.

b. It would dampen the flow of sensitive but unclass.ified

to the extent it had an identifiable commercial potential
,

P.L. 97-219 which establishes a Small Business Innovation

Research program (SBIR) in all agencies having research

programs over a designated amount provides, for just such

ownership in small businesses functioning under this Act. It

would be well to begin discussion on extending this concept

other contract performers.

Also attached is a short presentation which supports the

concept of contractor ownership of government funding

inventions as an important aspect of meeting foreign

competition.

Attachments
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r-----,
~~)~~~ifierdAGC/EA

Ccn rroi ~~o .

Outgoing:

I
f
I

Presidential Memorandum on Government Patent policly

!
A memorandum from you to Joe Wright providing recommendatio~s to
OMB for implementing the OPTI developed memorandum on Gover~ment'
Patent Policy, signed by the President on February 18. The I
President's Memorandum directs agencies to allow all R&D I
contractors to own inventions developed with Federal funds. I

Background: I
We need Joe Wright's help in the patent area. OMB will h~vJ to
act if there is to be proper implementation of the President's,
February 18 Memoran~um on paten~ Policy. That memorandu~, I
prepared by OPTI, d~rects agenc~es to allow nearly all f~rm$ to
own inventions that result from Federal R&D funding under t~e
policies already applied to small businesses and universiti~s.

I

The policy is designed to promote innovation and private se~tor
use of the latest technologies. A team of procurement and I
patent specialists of DoD, NASA, GSA, and Energy is developing a
new Federal Acquisition Regulation, which Office of Federal I
Procurement Policy tells us will serve as the implementatioI} of
the President's Memorandum. We understand that this team !
intends to add terms and conditions to procurement contract$
that ~re different from those applied to small business andl
universities. The differences would create unnecessary burdens
for contractors or reduce the certainty of ownership. I

I.------------,-...-----.-~--._------.--.----.---. ··,·'t----·---··-----·-·-·
..," .. ,.., ---' .' .' "- I 1'------'

I

Subject:

Prepared by:

From:

IHITIAI..S ANO
DATE

OR;:;A~IZ.""TI0N

(Typed)

l::~~,,,,J.,iJE f..t<:;
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The memoranaum to Joe Wr.ight transmits two recommenaations
L

1. A supplement to Circular A-124 that covers all contra¢tors,
vh i ch we feel s houLd be circulated to the agencies fo
formal corrunent.

2. A draft memo from OMB to toe agencies telling them how to
implement the President's Memorandum quickly.

It .s nou Ld also be followed up by a phone call from you to
Wrighe, telling hi~ that we are concerned about OFPP's
rel~cLance to advise the agencies, including those i
the Federal Acquisition Begulation exercise, that implemen
of t.ne President's memorandum should follow mm Circular
I would like an opportunity for the key staff members to
you ana explain what is involved.

Recomrr.endation:

.1. I recommend that you schedule a briefing by OPTI staff.

Approve: Jrfl2 Disapprove: Approve with changes:

2. I recommeno that you sign the attached memo to JC?e Wrigt!t.

Approve: -P+E~ Disapprove: Approve with changes:



and Budget

R. Wright
Director
of Management

Joseph
Deputy
Office

c

Subject:

THE DEPUTY SECRETARY OF dOMMERCE
'v......a5hlng~on, D.C. 20230 J

1 3 ,I'pp 19931

I
I
I

!
I
i

Implementation of the Presidential Memorandu~
on Government Patent Policy I

I

Implementation of the February 18 Presidential Memorandum o~
Patent Policy needs your attention (copy attached). We I
understand that a team of procurement and patent specialistd
drafting the new Federal Acquisition Regulation is trying td
dilute the President's policy. The purpose of the policy id to
provide incent:ives for commercial use of the newest GovernmJnt
funded technologies for the benefit of economy. The I
President's February 18 decision is an extension of the policy
already applied to small businesses and non-profit- I
organizations. !

I
The policy reserves a free use license for the Government, do
the concerns of the procurement community are provided for. t
The terms and conditions of contractor ownership, however, ~re
issues for which Commerce is responsible, both by its missi~n
and as the lead agency for OMB Circular A-124. The Circula~

establishes clear conditions for invention ownersh{p by smail
businesses and nonprofit organizations. In spite of this, ¢e
find the Office of Federal Procurement policy entertaining ~he
r:v~ior: ~hat: di.fferent and more severe conditions should app1y
to the contractors covered by the President's Memo. I

I
Attached is a draft supplement to A-124. It tells agencieslhow
to extend the Circular to all applicable contractors. I I -
recommend that you have this draft circulated to all agenci~s
for policy level review and comment as soon as possible. If
you agree, Con~erce will provide you with a balanced analysis
of the comments and-recommendations for supplementing A-124l

- I
I

Since issuing the supplement will take time, we also enclose a
draft memo for OMB to send to the agencies giving them thre$
choices for speedy implementation of the President's MemoraQdun
in the interim. !

I
;·-·rr:::-I;s' ~

I

'-' _. -J \.;. ? ~ S':-2 i,

MEMORANDUM FOR

t-

At.tachment.s
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May 23, 1983

WASHINGTON. D.C. 20503

EXECUTIVE OFFICE OF THE PRESIDENT
OFFICE OF MANAGEMENT AND BUDGET

The Honorable Malcolm Baldrige
Secretary of Commerce
Washington, D.C. 20230

.r3~~:~.{/;~!/"':<
I !~ -.; f,P1t ,.

:'/;,:Y ~3 ~,., Po I.!

t .....1 C,.,)" r:M '8"
I '" .J

I
I

I
Dear Mac: I

I
Thank you for your letter of May 16, 1983 (signed by Gera~d
Mossinghoff) regarding Government Patent policy and the i
Federal Acquisition Regulation (FAR). I

I
The staff of the Office of Federal Procurement policy (OF~P)

has worked closely with Mr. Norm Latker and Mr. Thornton I
Parker of your staff on patent policy development and I
implementation. We are aware of the differences between ~he
major procuring agencies and the Department of Commerce or
this issue. . I
Because the, three 'agencies referred to in your letter (DOP,
NASA, and DOE) account for roughly 95% of the reportable I
inventions cove. red by the President's memorandum, we cann1o.t
ignore their views. Further, it is my understanding that
both current DOD and GSA implementation and the proposed FAR

IPart 27 conform to the President' s memorandum by clearly I
stating that the contractor has first right of refusal tol
acquire ti t.Le , I

I
The Department of Commerce assisted OFPP in the drafting ~f
the President's February 18 memorandum. When OMB circulafed
this draft, the major procuring agencies could not concur, in
it because they held that the procedures and the patent I
rights clause in A-124 were inappropriate for large I
businesses. The reference to A-124 was therefore removedl'
from the President's policy statement. ..'

It is precisely this link between the President's policy I
statement and the provisions of A-124 that is now being i
advocated by the Oepartment of Commerce. I cannot I
unilaterally direct the implementation of the Commerce I
Department position without a full opportunity for all t1
comment. t

J
In accordance with OMB practice, the OFPP plans to publisp a
notice in the Federal Register that requests the officiall
policy views of Federal agencies as well as industry befo'f' e
a determination is made on further policy direction to \
implement the President's memorandum. I

. I
I
I



Withholding Part '27 of the FAR was not a prudent, option
in fact Part 27 was sent to the Federal Register on May
and it appeared .in Friday's Register. If, as a result of
agency and industry comment on the Federal Register not
OMB direction is required to modify agency implementing
regulations, this can be accomplished right away. There
no reason why any necessary changes could not be achieved
the April 1, 1984 effective date of the FAR.

2

I appreciate your continu€d offer of assistance. YOlir
evaluation of the comments received as a result of the
Federal Register notice will be very helpfUl. My staff
continue to work closely with yours in its coordination
agency agreement on the most effective implementation of
President's memorandum.

Sincerely,

~~e
David A. stockman
Director -'----':

"
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Government Patent policy and the Federal
Acquisition Regulation (FAR)

David A. Stockman, Director
Office of Management and Budget
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I
MEMO~NDUM FOR

I
{

SUBJ~CT:

I
Imple~entation of the president's February 18 memorandum
permiltting nearly all contractors to own inventions that
r e suut from Federal R&D funding is being frustrated by the
pate~t attorneys of DOD, NASA, and DOE. These individuals
have Icontrolled the drafting of implementing regulations to
the exclusion of all other interested agencies. The pending
pUbl~cation of the new Federal Acquisition Regulation (FAR)
has.~rought this issue to a head.

i
We h~ve tried to work with OFPP staff to avoid this
situ~tion, but without success. We belatedly were able
to r~view FAR Part 27 (which deals with patents) through
inte~vention by GSA. Our review makes clear that the
situation is serious.

t

The ~resident's memorandum directed agencies to ex t.end , . to
the degree permitted by law, the same or sUbstantially the
same !policies of invention ownership to all contractors that
Pub.1L. No. 96-517 provides to small businesses and nonprofit
orgarhzations. OMBCircular A-124 is the policy statement
for ~mplementation of the law, and Commerce is assigned lead
agen1Y responsibility for guiding its implementation,

Comm~rce requested the Presidential Memorandum in an attempt
to r~direct the drafting of Part 27. As of May 6, the
provi!sions of Part 27, in the proposed new FAR, which apply
to IJrge and intermediate size businesses are so different
fromlthose applied to small businesses that there will be
legi tlimate charges of ('unjustified ...di-a£I imina t i orv, No attempt
has ~een made to make \all terms th~ same or substantially the
same las those in OMB Circular A-124. Rather, Part 27 as
drafted, perpetuates the adversarial and counter productive
pate4t practices of some of the Federal agencies that the
Presldent's memorandum was intended to cor rect. .

I
IncrJdibly, the clear ownership retained by contractors under
the 1urrent practices of some agencies would be severely
clouded by conditions included in the proposed FAR. Further,
provtsionsapplicable to small businesses and nonprofit
Orgafizations under OMB Circular A-124 have been adversely
altered.

I
1

I
!
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Justlafter the Presidential memorandum was signed, we provided
OFPP!with our recommendations for supplementing A-124 and
corr~cting the FAR. After a period of inaction, by OFPP,
Guytiske sent our proposals to Jqe Wright on April 7
(Att~chment B). We are now told that OFPP is considering a
FedeJial Register notice separate from the FAR publication
reque,sting public comment on our proposals for supplementing
A-l24 and On the position taken by the DOD, NASA, and DOE
pate+t attorneys. Since the FAR is intended to govern agency
actions and contract terms ?fter it is published, we do not
beli4vethe patent portion should be released until the policy
.! d
~ssues are resolve •,

! '

I re&ommend that you take three actions:
I. {

1. J!lelete the patent portion of Part 27 before the FAR is
'.ublished in the next few weeks.

I
2. ~irculate to the Federal agencies the Commerce drafted

~upplement to A-124 for policy level review. This is
~esigned to 'surface all-legitimate reasons for treating.. "._
~arge and intermediate size firms differently from small
~usinesses and nonprofit organizations. Only by using
1l--l24 as the base, can there be assurance that all
contractors are treated as similarly as possible.
I ... , .

3. ?ign the attached memorandum to the agencies confirming
DOC's lead agency role (Attachment A). We can then do a
proper job of serving OMB. In return, we will provide you
t-'ith balanced evaluations of the comments on the draft
~-124 supplement as well as evaluations of other proposed
~gency regulations relating to patents.

Pleare advise me of how we can be of help.

,
,
I
I
,
I
!
I

I
I
I
!

< ,
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May 23, 1983

WASHINGTON. D.C. 20503

EXECUTIVE OFFICE OF THE PRESIDENT
OFFICE OF MANAGEMENT AND BUDGET

j

I
~

I
~

!
j
~ee Honorable Malcolm Baldrige
gecretary of Commerce
~ashington, D.C. 20230

dear Mac:

~hank you for your letter of May 16, 1983 (signed by Gerald
Mossinghoff) regarding Government Patent policy and the
mederal Acquisition Regulation (FAR).

f

Jhe staff of the Office of Federal Procurement policy (OFPP)
.~as worked closely with Mr. Norm Latker and Mr. Thornton
~arker of your staff on patent policy development and
~~Plementation. We are aware of the differences between the
major procuring agencies and the Department of Commerce on
ihis issue.
I
~ecause the three agencies referred to in your letter (DOD,
NASA, and DOE) account for roughly 95% of the reportable
nnventions covered by the President's memorandum, we cannot
~gnore their views. Further, it is my understanding that
~oth current DOD and GSA implementation and the proposed FAR
ijart 27 conform to the President's memorandum by clearly
Jtating that the contractor has first right of refusal to
1CqUire title.

~he Department of Commerce assisted OFPP in the drafting of
the President's February 18 memorandum. When OMB circulated
tlhis draft, the major procuring agencies could not concur in
~t because they held that the procedures and the patent
rlights clause in A-124 were inappropriate for large
~usinesses. The reference to A-124 was therefore removed,
nrom the President's policy statement.
I

~t is precisely this link between the President's policy
statement and the provisions of A-124 that is now being
~dvocated by the Department of Commerce. I cannot
Jnilaterally direct the implementation of the Comm~rce
Department position without a full opportunity for all to

{
comment.

4n accordance with OMB practice, the OFPP plans to publish a
+otice in the Federal Register that requests the official
~olicy views of Federal agencies as well as industry before
a, determination is made on further policy direction to
implement the President's memorandum.

I
1:

I
.~



Sincerely,

r,
I
1

W~thholding Part 27 of the FAR was not a prudent option
i~ fact Part 27 was sent to the Federal Register on May 17
and it appeared in Friday's Register. If, as a result of
adency and industry comment on the Federal Register notice,
OMB direction is required to modify agency implementing
r~gulations, this can be accomplished right away_ There is
nq reason why any necessary changes could not be achieved by
the April 1, 1984 effective date of the FAR.

1

Ilappreciate your continued offer of assistance. Your
e1aluation of the comments received as a result of the
F$deral Register notice will be very helpful. My staff will
cqntinue to work closely with yours in its coordination of
agency agreement on the most effective implementation of the
President's memorandum.

I

~..xe,---_
David A. Stockman
Director

)

2
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May 23, 1983

WASHINGTON. D.C. 20503

EXECUTIVE OFFICE OF THE PRESIDENT
OFFICE OF MANAGEMENT AND BUDGET

The Honorable Malcolm Baldrige
Secretary of Commerce
Washington, D.C. 20230

Dear Mac:

!
I
I

I .. ;:,E~O; ,",
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I
Thank you for your letter of May 16, 1983 (signed by Gedald
Mossinghoff) regarding Government Patent pOlicy and the I
Federal Acquisition Regulation (FAR). i

The staff of the Office of Federal Procurement policy (okpp)
has worked closely with Mr. Norm Latker and Mr. Thorntonf
Parker of your staff on patent policy development and I
implementation. We are aware of the differences betwee~ the
major procuring agencies and the Department of Commerce pn
this issue. 1

. I

Because the three agencies referred to in your letter (DPD,
NASA, and DOE) account for roughly 95% of the .reportabl~

inventions covered by the President's memorandum, we canpot
ignore their views. Further, it is my understanding th~~
both current DOD and GSA implementation and the propose~ FAR
Part 27 conform to the President's memorandum by clearl~
stating that the contractor has first right of refusal to
acquire title. I
The Department of Commerce assisted OFPP in the draftingl of
the President's February 18 memorandum. When OMB circulated
this draft, the major procuring agencies could not concu~ in
it because they held that the procedures and the patent I
rights clause in A-124 were inappropriate for large I
businesses. The reference to A-124 was therefore remove,b
from the President's policy statement. ' ••

It is precisely this link between the President's pOlic~

statement and the provisions of A-124 that is now being I
advocated by the Department of Commerce. I cannot I
unilaterally direct the implementation of the Commerce I
Department position without a full opportunity for all tjo
comment. I
In accordance with OMB practice, the OFPP plans to PUbl~Sh a
notice in the Federal Register th~t requests the offici~l

policy views of Federal agencies as well as industry befiore
a determination is made on further policy direction to I
implement the President's memorandum. I

:1
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f
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Withholding Part 27 of the FAR was not a prudent option
in fact Part 27 was sent to the Federal Register on May
and it appeared in Friday's Register. If, as a result
agency and industry comment on the Federal Register not
OMB direction is required to modify agency implementing
regulations, this can be accomplished right away. There
no reason why any necessary changes could not be
the April 1, 1984 effective date of the FAR.

I appreciate your continued offer of assistance. Your
evaluation of the comments received as a result of the
Federal Register notice will be very helpful. My staff wall
continue to work closely with yours in its coordination
agency agreement on the most effective implementation of
President's memorandum.

Sincerely,

~~
David A. Stockman
Director

2



18 May 1983

In reply refer to:
DAR Case 83-14

WASHINGTON. 0 ( 20101

OFFICE OF THE UNDER SECRETARY OF DEFENSE

Revised Government Patent Policy

Enclosure
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The enclosed Departmental Implementation Letter was iss~ed
by the Military Departments and by this office to the Defens~

Agencies under our cognizance. It is effective upon receiptlby
DoD field offices and will appear in a forthcoming Defense !
Acquisition Circular unless cancelled or su~rseded. , ~!
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On 18 February 1983 the President signed a memorandum on Government
Policy. To expedite implementation of this revised policy, the DAR
at its meeting of 30 March 1983, directed Departmental distribution
following revised instructions.

27 April 1983

In reply refer to:
DAR Case 83-14

WASHINGTON, D.C. 20301

NATIONAL SECURITY AGENCY
DEFENSE COMMUNICATIONS AGENCY
DEFENSE INTELLIGENCE AGENCY
DEFENSE NUCLEAR AGENCY
DEFENSE MAPPING AGENCY

OFFICE OF THE UNDER SECRETARY OF DEFENSE

Revised Government Patent Policy
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Patent]
councd].,
of thej

I
Effective upon receipt hereof as contemplated by DAR 1-106.2(d), and pendirg
a revision of DAR Section IX, Part 7, the following instructions for selecr
tion and use of Patent Rights clauses in contracts with other than small I
business firms or nonprofit organizations having as a purpose the performance
of experimental, developmental, or research work and for performance in thk
United States, its possessions, or Puerto Rico shall apply: I

a. Except as is provided by b. below, all such contracts shall conta~n

the Patent Rights clause at DAR 7-302.23(b). !
I

b. The clause at DAR 7-302.23(a) may be used in such contracts: I
t

(1) when for the operation of a Government-owned research or pro~
duction facility; I

(2) in exceptional circumstances when it is determined by the Se~re

tary that restriction or elimination of the contractor's right to retain I
title will better promote the policy and objectives of the Presidential I
Patent Policy of February 18, 1983; or i

(3) when it is determined by a Government authority which is autJ
orized by statute or executive order to conduct foreign intelligence or I
counterintelligence activities that the restriction or elimination of the I
right to retain title is necessary to protect the security of such activi9ies.

I

I

SUBJECT:

MEMORANDUM FOR THE DIRECTOR,
THE DIRECTOR,
THE DIRECTOR,
THE DIRECTOR,
THE DIRECTOR,

. ~k'-

.--~~-~

ENGINEERING

RESEARCH AND



r
JAMES T. BRANNAN f- /
Director . c? ~

Defense Acquisitio~
. Regulatory Council

!

I
I
I
.1! 2

To the extent inconsistent with the foregoing, the procedures of DAR 9-70113,
t

including the requirements for use of a pre-solicitation patent rights docu-
mentation check list and DD Form 1564, Pre-award Patent Rights Documentati6n,

t

shall be disregarded. i
I

This instruction does not affect contracts for personal services (DAR 9-70~).

. IPursuant to the Subcontracts paragraphs of the Patent R~ghts clauses at DAR
t

7-302.23(a) and (b), Contracting Officers shall instruct prime contractorsjon
new contracts to select Patent Rights clauses for inclusion in subcontract~

consistent with the above direction.~, I
/7 I// I
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PART 18o-IAMENDEDj....
. Therefore, 40 CFR 180.379 is amended

by adding and alphabetically insertiug
the rew agricultural com..modities
eggplant and peppers to read a. followa:·

§180.379 Cyano{3-phenoxyphenyl)methyl
4-ch lore-aIpha-{l-methylelhyl)
benzeneacetate; tolerances for realduee.

-'
40 CFR Part 180

AGENCY: Environmental Protection
Agency [EPA}. .

ACTION: Final nile.

M 4'.-1 '" '.J T .f'~r: cPf-/./' /.F «.--, I /J~ c J'I-
, \ Wl/.f14; j-(>./ -rf.>7'-.Jk-'1 ;'flu/'CC u/ w.G ... f-~H7 ./.

16254 Federal Regisli\t I Vol. -48, No. 74 .f Friday, April t5, '1.983 J .Rules .and Re.8u1a~onB ,4 - ~{ ~
, i F&(

these categories of NSPS.l therew", 2E2653 to EPA.()D behalf-of the ffi--4 . ' 1. ), .Pan>

delegated to the State of .Mississippi my Technical CoIIUIiinee ana the Cotlri.:oorvr :on
authority Ior the source caregcriee Usted Agricultural Experiment.5talions.of i
above on March 25,1963. Florida, Massachusetts, MBJYland, New ., r

· The Office.,fManagemenl.andBDcjget [eraey.and Puerto.Rieo, Eow"" -----+1------
has exempted thiB delegatlca Jrcm.the 'This petition requested fhat Ihe Poppon • • r
requlrementaof ~C~OD 3pf.Ex:ecutive Administrator. pursuarit~o section • . .. . - ~I
Order 12291. . . 4OO[e) of the Federal Food, Drug, and : ,

nus notice is Issued under 'the . Cosmetic Act. propose the . f
authority ofSections "101. 1.10,.and 111' establishment ofsclerances fOT reeiduea [Fll. Doc. 83-10266"Flled ...,+:Z,:H .nll
and of the Clean {ill Act as amended of the in&ectiaideqarrol3- alUJHO COOE 05«>-5O'lII1
(42 V.S.C 7~. 7.41D.741i,....oo 7601). phenox,yphenyl)melbyl4-Chlor.o-alpha- ======~.:=======

Dated; AprU·4.lllB3. .' '{l-meth.YlethyUbenzeneacetate inor .on . . ." r.
.. the raw agricultural-commodities GENERAL "SERVIC S

lo~ A. Utile, . . eggplant and peppers al1.0'ppm. ADMINISTRATION,
Acting Regional Admu:l1strator: Th"ere were no comments or requests . _ f
1m Doc.. 83-10071 FUed4:-"14-"8:\:8:45.11tJ for referralto lin adviaory committee 41 -CFR Ch. 1 ..-I .
81UJHG CODE fi~ receivedinresp.anseio.th~;propo5ed lFPR]"e~p. R~g. 691f .

rule. , '..
. The data submitted in thepetitlon and Palents; Tempora~'Regulation'._- .

other relevant materialbave'been . . J ~ -
evaluated and discussed in 'the proposed AGENcY:{;enera] "Services

·ruie.. AdmTqistr~tion. I." '._.
The pesticide ia.coneidered useful for. ACTION: T~pora.IYir.egula1~o~

the purpose for which thetolerances are . . .J .
· sought, It is concluded.that.the . SUMM~RY'~ te:'\p~rary regul.fI~n
tolerances would protect fhe public pre,,?"bes reVJse<'! {Slll1iance regarding
health:andare established as-setiorlh the rights of the ,Co;vemment and ·,IB
below. contractors in 'Pateptsunder reSeaTe?"

Any person adversely affected by this and d.evelopment.cpnt;rac~s.""f:hebasl~
regulation may within 30 days after for 0is tempor",":l"egnla1JOn1.ll
publica1lon df this notice IntheFederal President ReaganaslFebruary 18,1963,
Register, file written objections with the r , Me:norandu;n on tovernm:ntPe tent
Hearing Clerk, at the address given Pnlrcy. The mtend~d effect lS to extend
aboye. Such .,l:!iections -sbculd .pecify in prin?iple 11e curfent implementation'
the provisions of the regulation rleemed ofP:'bhc Law!l6-sp' beyond sm.all .

·objectionable And the grounds for the ~UE1DeSSeS and non-profit organizations,
objections. If a beering'isrequested fhe DATEs: ".... I" .
objectirma-must state the issue, :for the Effective date: tl!PnLS, 1963, .but mey
beanngand fha gronnds ·fnrihe . .be observed earUel:.
objections. A beariug w'ill'be'gTanted 'if ExpiraHon.-rlam:!April.5, 1985.
the objectlcns .are eupportedrby grounds FOR FURTHER INFOhMATION CONT,""CT:
legally onfficient:lo'jrrstiIy'the relief Philip'G. Read. 'DulectOI:, Office <If .
sought. . . '-' •_ . Federal i'rocurem~ntRfalionlEj'~

- The Office of Management.end Budge1 Office 0nquiS].·tiRn Po . ~ . 2S-f'1.
has exempted iliis rule from the 4755). - ,/'i,··if -.. - -1/ , _V .
~;~ements of section 5 of-Executive ·SUPPLEM -<';:RY~~RMAn~j . -

.122!/J-. ~ a. On Feoruary l6.1985, 'President .
[Sec. 408re1.58 StaL 514(Zl U.S.~. 346[al[e])) Reagan issued a Memorandum to ·the
List of Subjects iD 40 CFR Parll60 Heads OfExecutive Departments and

. . '. Agencies .that. esta;?lished 8 new
A~mstratl~epractice and ., GovernmentPatelll Policy. The new

proc.e~ure,Agricultural commodities, pa1icy replaces th~ 19711'residential
Pesticides a~d pests. Pat~ntPolicy Stat~m~nt that fonned the

Dated. April 6,1963. beals for the pate~t rights Clauses of the
Edwin I.Johnson, Federal Procuremrnt Regulations (FPR)
Director. Office ofPesticide.Programs. in.section 1-9.107'iAccordingly. interim

, Instructions are necessary pending a hill
modification of FI?R sections 1-9.107-1
through 1-9.107-6l ... _

b. The.prtmary Ihrust of President .
Reagan's Memor~ndumis that.ao jhe
extent pennitted hy law, agency patent
policy conce~the disposition of .
rights to inventi0E"s made under •
federally funded -esearch and .
development con • acts, grants. and
cooperative agre~ments shall be the. I'. .

--J--- ._~_(

[PP 2E2653/R54"8:PH-F.RL'234~
. - ~

-roterances and.Exempfions From
Tolerances lor Pesticide Chemicals.!n

· or on Raw Agricultural Commoditie~;·· .
Cyano(3-Phenoxyphe~yO Methyl 4- .
Chloro-Alpha-{l "Methylethyl)
Benzeneacetate .

SUMMARY: 'ThisTn1.e astablishes
tolerances for residues of the.insecticide
cyano(3-phenoxyphenyJ)me1hyl4
cbloro-elpha-m
methylethyl)benzeneacela1e .tmor on -the
raw agricultural commodifies-eggplant
and peppers,The regulattan.tn establish
maximumpermisaible Ievela fer residues

- of the 'inaecticidedn or on fhe
commodities was-requested in<a.:pefitinn
by the inteIT~nnal.Research16-oject

· No.4 (IR--4).
EFFECTIVE DATE: Apri115, 1.985.
ADDRESS: WIitten objections lJlaybe
submitted to the:'Hearing'Cfer)< (A-1.1D).
Environmental.Protectionll8epcy.Rm.
3708, 401 M'St.. ·SW_ Was~n..D.'C.

· 20460. -

FOR FURTHER INFORMATiON CONTACT:
Donald Stubbs. Emergency Responae
Section. Registration Division(TS
767C), Environmental Protection
Agency, Rm. 716B,CM#2,197-1.JeIferson
Davis Highway. Arlington, VA 22202;

· (703-557-1192). ..'

SUPPLEMENTARY INFORPJIAriox; EPA .
issued a proposed rule published in the
Federal Register of March=16;'1983 (48
FR 11132) that announced that fhe
Interregional Research Project No.4 (IR:
4), New Jersey Agricultural Experiment
Station. P.O. Box 231,Rutgers
Universlty,NewBrunswitk,NJ 08003,.
had submitted pesticide petition-number

-t-

r
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Federal Register IVaI. 48, No. 74 l Friday, April 15, 1983 I Rules and Regula tionl, 16255

that the patent rights claus~of QMB C1rcular
A-l24 or FPR § 1-9.107-5[bl..as appropriate.
be used in cooperative agreements.

e.In using the clause at either FPR .
11~.107-5(h) or 11~.107-,o;(.). the following
modifications are to be made:

(1) To ensure proper flow}.doWn of the \
applicab~e patent rights elapse. subparagraph
(1){2) should be rewritten a~ follows:

"(2) Unless otherwise authorized or
directed by the Gov~nunen, Contracting
Officer in any subcontract ~ereunderwhere a
purpose of the subcontractJB the conduct of
experimental developmental, or research
work. the Contractor shall Include this patent

. rights clause modified to id~ntify the parties
in a subcontract with otherjthan a small
business firm or nonprofltdrgantzetlor» or the.
patent rights clause of OMB Circular
A-124 modified to identify !he parties in any
subcontract with a small bysiness firm or
nonprofit organization. In €}'Ven"t of refusal by""
a subcontractor to accept theproffered
clause, the Contractor;" J

- (2) The following should be substituted for
subparagraph (o)(i):. .1· •

"(t) Hereby grants to thelGovernment a
nonexclusive. nontransferrrble. paid-up
license to make, use. and sell each subject

.. \ invention throughout the wfrld by or oa'
behalf of the Government of the United.
Stat" - - I

." . . 'j' - .
6. Comments invited Agencies and

interested partlea are invitbd to comment on
"thle regulation during the 30 day period ,..

following publication in th~ Federal Register.
Conaideratlon will be give! to the comments
in the preparation of a penhanent ..
amendment of the FPR. Cobments should be
forwarded to Philip G.'Reaa, General
Services Administration NR,), Washington.
D.C. 20405. ... f .
~ebruaiy 10, 1982. , .

Circular No. A-124 . t _
Note.-QMB Circular Aiiz4 was priginally

published in the Federal. Register of February
19, 1982 at 47 FR 75560. l ,.
To the Heads of ExeeutiV8I',nepartments.and
Establishments ,." .. < •

Subject Patents-Small Business Firms and
Nonprofit Organizati~F . .

1. Purpose. This Circulw; provfdea policies.
procedures. and guldellnea with respect to :::
Inventions made by small business finn.s and
nonprofit organizations:. iJ\duding
universities, under funding agreements with
Federal agencies where a purpose is to
perform experimental. de"te1opmental, or .
research work. f.

2. Rescissions. ·This Ctrdular supersedes
QMB Bulletin 81-22 effective March· 1, 1962.

S. Authority. This Circutads issued
pursuant to the authority tontained in 35
U.S.C: 1 200 [I 6 of Pl. oofs17. "The Patent ...
and Trademark Amendments of 1980").

4. Background. AIter miby years of public
debate on means to enharlce the utilization of
the results of Govemmen~funded research,
Public Law 9&--517. was en,acted. 'l'hiJ Act
gives Don-profit orgenlzaticna and smell" .

. businesses, with limited *ceptioDA, a first
right of refusal to title In lhventlona they have
made in performance of dovemment grants
and contracts. The Act takes precedence cver '
: t

I
I

J---~~~

agreements shall be the same or substantially
the same as applied to small business Finns
@d nonprofit organizations under Chapter 38
otTitle 35 or-the U.S. Cod. (p. I. 96-517). AB
a result, the new Patent Policy Memorandum
provides recipients of Government contracts.
grants. and cooperative agreements for the
performance of research and development
activities with a first option to retain title jc
inventions made under such arrangements,
except in those situations provided (or In 35
U.S.C. 202[a). -- .

CoThe Presidential Memorandum also
provides that where an agency makes certain
determinations. the rights of the Government
or obligations of the recipient ofthe research
and devlopment contract, grant, or
cooperative agreement, set forth in 35 U.S.c.
202--204. may be waived or omitted. These
interim instructions do net specifically..

. implement this provision of the Presidential
Memorandum inasmuch as implementation
should be undertaken through the normal FPR
deviation procedures.

5. Explanation ofchanges. The policies and
procedures in Subpart r-s.t are modified by
the instructions in this temporary regulation.

a-.The patent rights clause in contracts
with small business firms and nonprofit
organizations shall be in accordance with
OMB Circular A-l24. .

b. Each contract with other than a small
"business fum or.nonprofit organization that
has as a purpose the performance of. _
experimental, developmental, or research..
work,". and is to be performed in the United

-States, its possessions. or Puerto Rico, shall
contain the patent rights· clause at FPR, .
11-9.107-5(b) unless it is determined in
accordance with paragraph c.[l) of this
regulation that the patent rights clause of
1.1-9.107-5(a) is appropriate;with both
clauses raodlfied.ln accordance with

. paragraph 6.(e] of this regulation.
: Co (1) A contract, with other than 8 small
buslneee firm or rionprofit organization. may
contain the patent rights clause at FPR
11~.107-5[a):

(a) when the contract is for the operation of ~

a Government-owned research or-production
facility; or -.'61;

(b) in exceptional circumstances when ins'~
determined by the Agency that restriction or
elimination of the contractor's right to retain
title will better promote the policy and
objectives of the Presidential Memorandum
ofGovenunent Patent Policy of February 18,
1983; or . -:

(e) when it is determined by a Government
authority which is authorized by statute or 
Executive order to conduct foreign .
intelligence or counter-Intelligence activities
that the restriction Orelimination oftha
contractor's right to retain title is necessary
to protect the security of such activities.

(2) Men it is determined in accordance
with paragraph 7(s) of OMB Circular A-l24
that alternative provisions are appropriate in
a contract with a small business firm or "
nonprofit orgenlzatlcn, the patent rights
clause at FPR ,ll-fl.l07;.5(a} meybe used in
the contract.

d.For arrangements other than contracts.
- .such as grants and cooperative agreements,
. with other than small business firms or
nonprofit crganlaatlcna, ilia recommended

ISee the weekly coIIlpUatiOD or PrezJdentJaJ
Documents. VoL 19, No.1, P.252.

game or substantially the same 88

applied 10 small business firms and
Donprofit organizations under Chapter
38 of Title 35 of the U.S. Code (Pub. L

• 96-617). As a result, the new Patent
Policy Memorandum provides recipients
of Government contracts. grants.. and
cooperative agreements for the .
performance of research and
development activities With a first
option to retain title to inventions made
under such arrangements, except in
those situations provided for in 35 U.S.c.
202(a). .

c. The Presidential Memorandum also
provides that where an agency makes .
certain determinations, the rights'of the
Government or obligations of the
recipient of the research and
development contract, grant.tur .
cooperative agreement, eet forth in 35 .
U.S.c. 202-204, may be waived or .
omitted. These interim instructions do:
not specifically implemenl this provision
of the Presidential Memorandum .
inasmuch as implemenlation should be
undertaken through the normal FPR .
deviation procedures. ...

In 41 CFR Chapter 1, FPR Temporary .
Regulation is added 10 the Appendix at
the end of the chapter..
[Sec. 205(c). 63 Stat, 390; [40 U.S.C. 486(01)

Dated; April 5. 1983. . -
Ray Kline, _ -
Acting AdministralorofGeneral Services.

FederafProo:u.ement ReguIati~DSTemp~rary
Regulation 89

.April 5.1983.
-, To: Heads of Federal A8encles

Subject: Patents
1. Purpose. This temporary regulation

implements President Reagan's February 18,.
1983, Memorandum on Govenunent Patent
Policy. -

2. Ef!ectivedale. This regulation is
effective April 5, 1983, but may be observed
earlier.. . . -

S. Expiration dale. This regulation expires
April 5. 1985. - •

4. Background
a. On February 18,:1983,President Reagan

issued a Memorandum to the Heads of
Executive Departments and Agencies that
established a new Government patent : 
Policy. 1 The new policy replaces the 1m"
Presidential Patent Policy Statement that
formed the basis for the patent rights clauses
of the Federal Procure;nent Regulations [FPR)
in section 1-9.107. Accordingly. interim
iri.structions are necessary-pending a full
modification of FPR sections 1-9.107-1
through 1~.107~

b. The primary thrust of President Regan's
Memorandum is that, to the extent permitted
by law. agency patent policy concerning the
disposition of.rights to inventions made under
federally funded research and development .
contracts, grants, and cooperative

">
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MAY 1 6 1983'

Mr.' Allan Beres
Assistant Administrator for
AcqUisition Policy

General Services Administration
Washington, D.C. 20405

Dear Mr. Beres:

I
UNITED STATES DEPARTMENT dF COMM.ERCE
The Assistant Secretary for ProdActivity,
Technology and Innovation I.
Washington. D.C. 20230:

1202) 377,1984 I

I
I
1
f

------.,._-------

On April 5,GSA issued Federal Procurement Regulations ,
Temporary Regulation 69, to implement President Reagan's I
February 18 Memorandum on Government Patent Policy. The I
Memorandum directed agencies to extend, to the degree permit~ed

by law, the same or substantially the same policies of I
invention ownership to all contractors that Pub. L. 96-517 I
provides to small businesses and nonprofit organizations. I

. I
OMB Circular A-124 is the policy statement for implementing f
Pu b. L. 96- 517. Thus, the President's statement requires !
agencies to extend the same, or substantially the same standqrd
patent clause specified in A-124 to all contractors. I

I
l'

Unfortunately, Temporary Regulation 69 does not mention thisl
clause or allow agencies to use it. Rather, it requires, !
agencies to use an old clause with provision~the President'.
memorandum was intended to discontinue. The old clause .!
requires contractors to report inventions and make ownershipl
elections within six months after conception. This ,is in I
direct contradiction of Pub. L. 96-517. The Senate report 01
the Act states: I

t
!

"The committee lis concerned that, standard Federal -I
Procurement Regulations and Defense Acquisition Regulati6ns,
provisions may force premature decisions, and may literally
require the reporting of inventions within times that ar~
not consistent with normal operational practices and, I
capabilities. For example, current requirements to repott
invention, within six months after they are 'made' cOUldl
lead to forfeiture of rights in numerous inventions if 'I••
literally app~ied. Many inventions are not actually •
recognized as' useful inventions for long periods after I
their technical 'conception'." I

, I
There are other major features of the clause required by thele
Temporary Regulation that are directly counter to the policies
the President endorsed. I strongly request that you either:1

I

I
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1. Rescind Temporary Regulation 69 and work with Commerce
the other agencies bound by the, Federal Procurement
Regulations to create a suitable replacement, or

\

2. Amend the Temporary Regulation to at least allow use ofla
clause based on the one provided in A-124.

My preference, of course, is for the first. If you accept ~t,

the needs of agencies involved should not be dominated by
Defense, Energy, and NASA--agencies, that have their own
policies and statutes that relate to patent ownership.

We need prompt action. The Secretary of Commerce has alre
instructed Departmental units to us~ a single standard clau
based on A-124, in all R&D funding actions. NSF has done
same, and other agencies are taking similar actions. Allow
the Temporary Regulation to remain as it is will create an
embarrassment to the Administration

Sincerely,

D. Bruce Merrifield

, )
__-----'f



an olQanizalion of rese-arch unlvenJUe.

GENE A. FRICK
Purdue University

THOMAS O'BRIEN
Harvard University

RAYMOND J. CLARK
Princeton UniveIsit,.

Suite 700

FAR Part 27

National Association of Colleqe and University Business OIficen
~------- -------------- ------

Reference:
.

Dear Mr. Rizzi:

Mr. Lawrence J. Rizzi
Di rector,. GSA FAR Project
FAR Project Office
4040.North Fairfax Drive,
Webb Building
Arlington, Virginia 22203

I
.' ..... . I

COUNCIL OIl GOVERIiHENTAL RELATIONS
Eleven Dupont Circle, N.W., Suile 1480

Washington, D.C. 20036 I.'

(202) 861-2595 .

I
July 18, 1983 I

!
I
I

I
{

I
I•
~
I
I
I

:1
This letter' provides comments on the proposed Fede~a1

Acquisition Regulations dealing wit~ Patents, Data and I
Copyrights. The principal concern of \he university co~munity
with the proposed rules on rights i~ d~ta is a shift aWaY from
university control and title, towarQ government control land
title. Thus, a major and basic government policy change is
being proposed. !

s

Currently there is a presumption of university conJro1
and title to data (including computer programs) develop~d
under a federal contract, with the Government having a I
non-exclusive paid up license to use such data for I
governmental purposes, whether copyri9hted or not. The !po1icy

. inherent in proposed Subpart 27.4 is a presumption of cqntro1
and title to data in the government, with the universit~

having general permission to use data for other research, but
only after completion of the contract (except for 1imit~d
scientific publication) and with no inherent right to c~ntinue
to use computer programs in any way. Permission for sU9h use
must be obtained on a case-by-case basis; it is not ass~red.

T~is ~ropose~ shift.isnot in the public interest, .si~c, it
wlll lmpede tnnovat lon and technology transfer. . 'j

I
The Council on Governmental Relations (COGR), whic~

counts among its members 124 leading research universiti~s;
characterizes the draft regulations as: I

, - , i. I
1. Attempting to set new federal contract policy wi~h

respect to rights in data by: (a) restricting the ~se and
release of research data by university scientists ~nd (b)
shifting to the government title to computer progrJms
arising under a contract. (Subpart 27.1,and c1aus~s)

. I
2. Being materially inconsistent with P.L. 96-517, I
"Patent and Trademark Amendments Act of 1980, II and 10MB
Circular A-124. (Subpart 27.3, §27.302 and c1auses~

I

I

Ji~.--~
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3. Being contr.ary to and not implementing the presilBent's
Patent Policy ·of February 18, 1983 by setting forth a

·number of alternative 90vernment-wide patent policirs.
• (Subpart 27.3)..· I

On the first point, several sections of the FAR contain
provisions which impose restrictions on the use of data!
developed'under federally supported contracts. (See the!
t,echniql analysis of ,§27.4 and §52.227-18, in Attachment 1 to
this letter.) None of the contract clauses offered are !
consistent with scholarly activity. They will impede the
progress of science. and innovation ~f used in contracts ~ith
universities. I

; Univ~rsity investigators, teachers, and students mu~t be
free to interact with each other, to publish research findings
in an unencumbered manner and to otherwise freely interaCt
with other scholars, the general.public·and government offi
cials. Essentially, they must interact as both research~rs,
working under government contract on s~ate-of-the-art science,
and, at the same time, as teachers disseminating new I

.'.. -- ' ~ t ~knowledge. The proposed constralnts are not conslstent wlth
the basic nature of any university. Unde~he rules proposed
at 52.217-18(d), a graduate student, who develops a thesis
under a federally funded contract, could not present that
thesis until either the contract is completed or the appfoval
of the government contracting officer has be~n,obtained. I

The restrictions proposed are also contrary to existing
Freedom of Information Act disclosure requirements. j
Essentially, we are being asked to withhold data that is 'I.

releasable under FOIA. .
!

With respect to our second point, the proposed !
regulations use language that initially. was rejected by the
Congress when it passed P.L. 96-517; it was again reject~d by
OMB in the implementing patent regulations'in Circular Ai124;
For example, prior review by agency officials of. proposed
publications was specifically rejected. I

f

Examples of inconsistency with Circular A-124 are s~read
throughout all of §27.302, as detailed in the analysis, &t
Attachment 2. Further, in §27.303-6 universities as I
contractors are asked to "cooperate in deferring the I
publication or release of invention disclosures ••• ". Thi~ is
inconsistent with the provisions of Circular A-124 and with
the reality.of academic life. Educational institutions ~eek
to'preserve patent rights whenever possible, but a scien~istls
right and need to promptly publish research findings are I
inherent in professional and public responsibility. If llhe
integrity of P.l. 96-517 and Circu1ar A-124 is to be uphdld
and if the publication rights of unfversity faculty are ~o be
respected and protected, paragraphs (b) and (c) of §27.3Q3-6
must conform to OMB Circular A-124, Part 9. I

, .

1
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; Our. third point addresses the numerous and Vary i n9!patent
policies that will be established by.the proposed ru1es~ if
fin~lized as now proposed. There is Circular A-124 fon small
buslness and university grants - although Circular A-124 is
intended .to address patent policies in all funding agre~ments

in~ludi~g ·contracts. Th~re will be the FAR provi~ions nor
unlverslty and small buslness contracts. There wl11 be i .
different FAR provisions for contractors other than uni~ersity
or small business. And-still other policies where agencies
implement the President's Patent Policy of February 18,11983
for"agreements other than .contracts .. There is also the Ivery
real probability that some or all of these policies wi1~ be
misapplied to universities through inadvertance or igno~ance
of 1ntent.: . .: I

We b~lieve a major restructuring of these proposed I
regulations is essential. Even with the specific changcls we
have requested, we believe the proposed rules will be !
difficult to use· in practice. They ar~ not clear and cdncise,
but convoluted and inherently ambig~ou~. During our an~lysis,
experts in patent and copyright ~atters did not always ~gree

-on what was intended, nor could they readily identify tije
relevant language on particular points. I

With major restructuring and the adoption of our sJecific
requests, the proposed regulations would be acceptable. I Our
specific requests follow. Attachment 1 contains comments on
Rights in Data and Copyrights. Attachment 2 contains cdmments
on Patents. . i

f
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Attachment 1 to COGR Le~ter
I

SUBPART 27.4 L RIGHTS IN DATA' AND COPYRIGHTS I
FAR Subpart 27.4, Rights in Data and Copyrights, is a shift away

from university ,control and title, toward' government control and title.
, ' ' , ', "'!' ,,',' , : ,,,,,, , I
(l) Whereasthe DOD pol icy as expressed in DAR 9-202.2(a) is "to

,acquire only such technical, data rights as are essential t~ meet
~overnment needs," the proposed "procedure" in FAR 27.403(a) on ,
page S5 is that the government wi 11 acqui re with unlimited Iri ghts,
most "contract data" and "such other data as may be specified" by

, the proposed new basic data clause at FAR 52.227-1S, begin1ing on
page 243, evep if such data is neither delivered nor order1d under
the COritract~. I
(2) Further, ~hereas DAR 9-202.2(b) limits the concept of I
"unlimited rights technical data" to discrete categories idcluding
that wh i ch was "sped f ied :as an element of. performance" or IWhi ch
was "prepared or required to be del ivered'[, the proposed def i ni t lcn
of "contract data" in FAR.27.401.onp,a~~ B1, of §52.227-1Sta) on

.paqe 243, and elsewhere, 1S al I-dnc lus lve , 1
, . ' I

(3) A1so,whereas the DOD definition of "Limited Rights" i~ DAR
9-201(c), as implemented by (a)(S)of the basic data claus~ at DAR

,7-104.9(a), expressly limits the right of the government tel the use
of technical data by specifying that it will not release o~
disclose it except under two circumstances, the proposed basic data
clause in FAR 52.227-1S would have the opposite effect, Amelng other
things, paragraph (b)(l) on page 246 could give the govern~ent (ii)
unlimited rights in most contract data and the right to co~tro1
(i i 1) copyri ght in new data and (i v) ownershi p and control lover the
release and use of computer software. Although subparaqraph
(b)(2)(vii) states that the contractor 'could assert copyright in
new data, paragraph (c)(1) on page 249 would have the contjactor
agree not to do so without the prior written permission ofJthe
contracting officer. Similarly, although subparagraph (b)12)(iv)

,would allow the contractor to utilize new data, paragraph ~d)(l) on
page 250 says that he cannot do so until after all delivery
requirements have been met, and paragra,Ph (d)(2)(ii.) would.IP, rohibit
the publication or use of new computer software in further,
research. ,.,'. .j '.'. '. '. " "'I'
To resolve the~eproblems, we recommend that: _ .1
(1) The definitions proposed in FAR 27.401 on paqeB'l and !
prescribed for use in various clauses in the proposed FAR ~ubpart
52.227 be modified to conform with definitions currently priescribed
in the. Defense Acquisition Regulation and in Clause 15 of ~he
Department of Health and Human Services Procurement.Regula~ion at
41 CFR 3-16.950-315; " _h.' i. "" .' . I
(2) The statement of policy proposed, at FAR 27.402 on page IS3 be
modified to prescribe that contractors which are universit~es or

~ I,,

--- -------,-
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colleg?s are encouraged to publish and distribute the results of
unclassified research conducted under cqntracts, with appr~priate
acknow1edgements of feBeral support. and unless otherwise ~rovided
in the contract. to copyright any materials developed in t~e course
of the contract·· .'.' '. !., - .'" .>' ~ . ~ >; ~- i
(3) In lieu qf the Rights in Data clause proposed at FAR 54.227-18.
beginning on page 243. there be substituted for contracts for

.research at universities or colleges. two new clauses: (a)la .
revised Rights in Data clause adapted from Clause 15 at HH~ PR
3-16.950-315 'and (b) a new publications clause adapted fro~ DOD
Basic Agreement No. 00014-79~, approved by the Defense Acqyisition
Regulatory Council on January 5. 1983 to be included also in DAR
7-2203!3. and from Clause 19 at HHS PR 3-16.950-315. Reco~ended

language is: I
I

a. "RIGHTS IN DATA IN CONTRACTS WITH UNIVERSITIES I
. , . . . 1

"(a) Subject Data. As used in this c1ause\ the term "Subjedt Data"
means writings, sound recordings, pictQri~l reproductions. I
drawings, designs, or. other graphic~r~presentations,procequral
manuals. forms, diagrams. workflow charts. equipment descriptions.
data files. and data processing or computer programs. and ~orks of
any, similar nature (whether or not copyrighted or copyr iqhfiab'l e]
which are specified to be delivered under this contract.T:he term
does not include financial reports. cost analyses. and similar ,
information incidental to contract administration. Title ~o
Subject Data; and any copyrights obtained thereon. shall r~side in
the contractor. I.. '~ . t

"(b) Government Rights. Subject only to the proviso of (d below.
the government may use or duplicate. for governmental purpqses. all
Subject Data delivered under this contract. !" , . ,.,.~ , , ,.' ,., '. ',' !
"(c)li~ense tocopyrittedData. In addition to the gove~nment

. rights as provided in b) above. with respect to any Subjeqt Data
which may be copyrighted. the Contractor agrees to and doe~ hereby
grant to the government a royalty-free. nonexclusive and. I ,

.i~revocabl e 1i cense t~roughout th~ wor-l d to use. dupl i cate jor
dl spose of such data HI any manner for, governmental purposes • and
to have or permit others to do so for governmental purposes!.
provided. however.' that such license shal1,be only to the dxtent

, that the contractor now has. or prior to completion or fin~l ,
settlement of this contract may acquire. the right to gran1isuch
license without becoming 1iab1e to pay compensation to othdrs '
solely becau~eo,~ such g~ant. " , '" _ ,'. !

, n{d),Relatio~t~ Pate~~s.' Nothing contained in this clausd shall'
imply a license to the government under any patent or be cdnstrued
as affecting the scope of, any license or other'right othen1ise
granted to the government under any patent.' , . . i,

"(e) Marking and Ide~tifi'cati~n~Th;~contractor shall marJ all
Subject Data with the number of this contract and the name land

I
-1'
-f
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I
I. add.ress. of the contractor or subcontractor who generated thE data •

. The contractor shall not affix any restrictive markings upor any
. Subject Data, and if such markings are affixed, the governmrnt
shall have the right at any time to .mod i fy, remove, obliterate, or
i~nore any such mark inqs ,', ., ,' ( I

-, f
"(f) Subcontractor Data. Whenever any Subject Data is to b~
obtained from'a subcontractor under this contract, the contractor
shal Luse.rth is same cl ause.vin the subcontract. without alteration.
and no other clause shall be used to enlarge or diminish the
government's rights in that subcontractor Subject Data. !.

j! j .I
"(g) Deferred Ordering and Delivery of Data. The governmenlit shall
have the righ~ to order, at any time during the performance of' this
contract. or within 2 years from either acceptance of all i~ems
(other than d~ta) to. be delivered under this contract or I
termination of this tontract. whichever is later. any SubjeFt Data
and any data not called for in the schedule of this contrac~, but
generated in performance of the contract, and the contractor shall
promptly prepare and deliver such data as is ordered. If tl'e
principal investigator is ~o longer ~s.:;b_c:i.~ted with the con~ractor.
the 'contractor shall exerc i se its best efforts to prepre and
deliver such data as is ordered. The government's right tol use
data delivered pursuant to this paragraph (g) shall be the ~ame as
the rights in Subject Data as provided in (b) above. I. . I

The contracto~ shall' be relieved of the obligation to furni~h data
pertaining to an item obtained from a subcontractor upon the
expiration of 2 years from the date he accepted such items.l When
data, other than Subject Data, is delivered pursuant to thi~
paragraph (g), payment shall be made by equitable adjustmen~ or
otherwise. for converting the data into the prescribed form?
reproducing it or preparing. it for delivery." and I

i
i

'. . .'.- . I

.. "(a) Publication of results of the research project in apprbpriate
professional journals is encouraged as an important method Pf
recording and reporting scientific information. One copy o~ each'
paper planned for publication will be' submitted to the Sciertific
Program Officer simultaneously with its submission for publpcation.
Fo11 owi ng pub1i cati on, copi es of pub1i shed papers shall bel'

. submitted to the Scientific Program Officer, or to the other.
addresses in quantities as .may be directed by the Contractihg
Officer.·····.·..·. . .• '. . .' .' ".1

... "(b) The contractor shall acknowledge the support of the government

.' whenever publicizing the work under this contract in any mellia. To
. effectuate the foregoing, the contractor shall_include in 'ahy
publication resulting from work performed under this contra~t an
acknowledgement substantially as fol1..o~s: . ,". "c,l'

or

"This project has been funded at least n part with Fe~eral
funds from the Department of ... c.....;,. undercon~ract

....~iK(~f.E~l~,i,·;;ji·i:~t.· ',~I'~L2 ',

Attachment 1 to
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SUBPART 27.1 GENERAL

App1i cab" ity

General Guidance

Heading

}
s
I

I
I
t

·At the end of the first sentence, insert "but !only
to the extent they are not inconsistent with ~aw or
regulations .promulgated specifically in response to
such law, executive orders, treaties or I
international agreements." I

I
'j
!

. !1 '.

For consistency with the current policies of most·
departments and agencies which provide sUbsta~tial
contract support to universities for unclassilied
research, to assist in maintaining our scientlfic
and technological base, and for consistency wlth the
major recommendation of Attachment 1, we strongly

. recommend additional general guidance, substantially
. as follows: "(j) The Government encourages p.ompt

publication and other public dissemination oflthe
.. results of unclassified research funded by th~

.0 Government." . _ ;..,. I
I
~

I
~
~
I
I.
I•• .'!'. .',-- , .....

.~__. _._,,-_~.,-,,,+__ ---,-_ -~.~o_,_,.;.::~'-~

". ;

27.101

27.104

9

11

Page Section

I
I
t

Attachment 2 to COGR Letter

?UBPARTS 27.1 - GENERAL AND 27.3 PATENT RIGHTS I
I

P. L. 96-517 and OMB Circular A-124, including its attached I
standard patent rights clause, have clearly established the termsl and
provisions which attach to the disposition of rights to invention rade
with federal funds by uni vers it ies , other nonprofit organi zat ions ,I and
small business •.. -' s: I

j
The proposed FAR provisions in Part 27 and the Clause at 52.~27-13

are in numerous respects at least inconsisten~ with the provision~ of P.
L. 96-517 and OMB Circular A-124 and in some cases directly in co~flict

with them. The drafters seem to have ignored the fact that OMB BUllletin
81-22 of July'l, 1981, on which the cited DAR provisions are based, was
superseded on March .1,1982 by OMB Circular A-124, on which FPR I
Temporary Regulation 69 and the patent regulations of most departments
and:agencies are based. I

. . I j
To correct these inconsistencies and confli~ts, we recommend ~he

changes which follow. For ease of referen~~ tbey are arranged by!page
and section of the proposed FAR; suggested deletions are bracketed,
while suggested additions are underlined. l

I



SUBPART 27'.3 PATENT RIGHTS UNDER GOVERNI~ENT CONTRACTS
I '

Authority

COGR Letter" Attachment 2 to
July 13, 1983
Page Two '

Page Section

52 -. 27.302-1

53 27.302-3

53/ 27.302-4
54

I
I
i
!

I
I
iHeading !
!

Definitionsl
t

The definition of "nonprofit organization"!does not
agree with that in P.L.96-517 or OM8 Circm1ar
A-124. Remove the word "domestic" as foun~ in two
places in 1i~e 2 of this definition. I

, .I
I
I

This section ignores the fact that P. L. 96-517 also
requi red the Office of Federal Procurement ]Po1icy to
issue implementing regulations. The resultant OMB
Circular A-124, which took effect on Marchl1, 1982,
is "applicable to all funding agreements with small
business firms and dom~st1c nonprofit orga~izations
executed on or after that date." It should be
cited•. Further, the' 'i·/Ord "distribution" i~ the
second line is inappropriate.Recommend that the
subsection be revised to read substantially as
follows: r

1
" P;L. 96-517(35 USC 200 et. seq.), Decemqer 12,
1980 governs the [distribution] dispositio' of.
rights in inventions made by small business firms
and nonprofit organizations under funding 4greements'
with the' Government while OMB Circular A-l~4

established permanent implementing regulations and a
standard patent rights clause." I

I
Contract Clause i

I

(a) The word "unless" in the last line of ~aragraph
(a) connotes more of an absolute meaning t~an the
language of the .Law which states that a fu~ding .'
agreement "may provide otherwise." The LaW"
expressly gives the funding agency discret~onary
authority to use the patent rights clause ~ven if .
the contract involves a government~owned research or
product faci1 ity. The term "unless" conveys the
meaning that an agency has no discretionar~ .
authority in this regard, which is not the lease.
There is no basis for this change, and it ils not
even consistent with the counterpart sectiqn
27.301-2for other types of contractors. T~is
paragraph should be changed to read sUbsta~tia11y as .
follows: ! .

I
i

I
I

--_._--'--
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"(a) The contracting officer•.. researchwork, I'
[unless] except that the contract may contain !
alternative provisions-- 1, I

!
(1) When the contract is... I
(2) lIllLThere are] exceptional circumstances .• J
(3),When it is determined b a government I
authority ... activities determines] that the .• ~".

- I
(b) Paragraph (b) does not contain the Circula~

A-124 requirement for assistance to the Comptrqller
General. Pa raqr-aph 7.b.(2) of OMB Circular A,.l24
should be added to the end of 27.302-4(b)(2). I
. . I
• 1

(c) The requirement that, to qualify for the pj L.
96-517 patent rights, an organization "must s tate in
writin~ that it qualifies as a small business.J."
are absolute and inconsistent with the Circula~.
Part 7.d. of the Circular proyides that a !
pros~ective contractor "may be required" to i
certlfy... FAR 27.302-,4{cl should be changed ~o
read: "To qual ify ... organization [must state in
writing] may be required to certify that it.•• '1.

i
(d) The instructions concerning sublicensing fqreign
governments or international organizations andlthe
use of the Alternate I clause on page 224 seeml
inconsistent with the guidance prescribed by OMB.
To remedy this defect, 27.302-4(e) should' I
incorporate 'the instructions in Part 8.d. of 0MB
Circular A-124. !

(e) The instructions as to when use of the P.L;
96-517 clause is not appropriate do not fully I
express the intent of the Law or the Circular. I The
phrase "absent a contrary opinion of the Compt~oller
General" should be added in the second line after

,the word "appropriate." The language should bd
further expanded to include the provision of S~ction

"202(b)(2) of the Law on contrary agency I
determinations. Otherwise, the implication isjthat
the decision of the agency head is absolute and not
subject to review by hi gher authority. , I, "I

. ~!

Procedures I'
(a) Minimum Rights to Contractor ~" I
The word "revocable", in line 3 is-i'nconsistentlwith
the language of the provision in the Patent Rights
Clause published in the ,Circular., Paragraph (2)
appropriately provides for revocation as i'
circumstances may warrant. Delete the word I

, ' " I
,; L i.

'\
I

I
t

55

55/ 27.302-5
60
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"revocable" from the first sentence of
27.302-5(a){l).

. I

(b) Reporting of

I

I
Subject Inventions and SUbcoJtracts

n I
(1) Part 8.e.(3) of OMB Circular A-124 on1M

;requires notification of subcontracts. Chang~
27.302~5{b){1) to read as follows: . I
"The ... contractor to [furnish a copy] provide I
notification of each subcontract .•• ". . I

. I
f

. (2) Change 27.302-5{b){2) to conform to Pa~t
8.e.(3) of OMB Circular A-124 as follows: "T~e
;contractor shall submit ••• invention reports nQ'more
frequently than annually ... ". I

i I
(3)' The instructions in subparagraph (3) a~d the

clause, at 52. 227-13(c)(1 )(vi) may require a !
contractor to provide a copy.of the patent I
application in every country:where filed, including
an English translation,._ If ~bused, this cou111 be a
burden•. The instructions .and the clause on page 217
should be conformeed to Circular /\-124. I

I
(4) 27.302-5(b)(4) would require the contrdctor

in every case to provide the government with ~'power
to inspect the U.S. patent application. I
Traditionally, the contractor has agreed to p~ovide

a power to inspect only upon request. To rem~ay
this problem, change the proposed clause to conform
toOMB Circular A-124 by deleting the present I
wording and substituting that contained in panagraph
f{l) of the standard patent rights clause in I
Attachment A, Circular A-124. I

(5) There are three inconsistencies betwee~ the
Circular and this proposed paragraph: I

." f
(1) No restriction on the frequency of I
potential reporting requirements; t

f
, (2) Omission of the requirement for such

Ireports to be subject to Department of I
Commerce instructions; and I_. ,

- I

(3) No provision for the protection of I
privileged information. I

I
. I

To remedy thesedefici enci es, recomnend that I
27.302~5 be revised substantially 2S follows: I

- - }
. '. I

. (l). insert the words "no more frequently, than
annually" following the phrase "submit I.·
periodic reports"; I

- I

COGR Letter
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(e) Exercise of March-in Rights

I
I
I

(2) Add an additional sentence: "Pendi'g
instructions from the Department of Co~merce

. on the format of such reports, the age~cy

should not impose these reporting I
requirements." and I

I
(3) Insert the substance of paragraph lOb of
OMB Circular A-124 concerning agency tfeatment
of pr.ivileged information, together with.a
reference to the FAR counterpart of the
prohibitions against pirating proposal I
information contained in FPR 1-4.911,. 4s
modified by FPR Amendment 230 (48 FR 16265,
April 15, 1983). I

~
I
I
!

- I
(1) For consistency with. Circular A-124, Wart 13,

proposed- subparagraph (1) should refer only to
subparagraphs (2) through (3), which concernl
notification to the contractor; subparagraph!(8)
pertains to notification to inventors. Whenlrights
are waived to an .inventor, it becomes the I .
responsibility of the agency to set forth th~

conditions of waiver and to provide appropri~te

notice to the inventor. The contractor doeslnot
have the authority to waive rights to inventors.
There is no provisi?n in the ~aw requi:ing I
contractors to remaln responslble for lnventors'
meeting government obligations after rights ~ave
been waived to them. I

I
.. (2) Circular A-124 provides for alternate!
procedures, i.e., Contract Disputes Act. Tolbe
consistent with Ci rcular A-124 the phrase", [except
as provided in subparagraph (9) below." should be 
added at the end of the paragraph (2). I

. ,. '_..' f
Licensing Background Patent Rights to Third Warties

. !
This section is inconsistent with 35 USC 202(f)(1)
which states that "The head of the- agency maj not
delegate the authority to approve provisions lor sign
justifications required by this paragraph." I
Paragraphs (a) and (b), however, use the ter~inology

"agency head or a designee." This is.also I
inconsistent with Part 15 of Circular A-124. I

I
. I

J .
1
I
·l
-I
!
-I
,t
t,
·I~ .
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Followup by Contractor

Followup by Government

(b) Contractor Reports

" ,

'.j

;r;j

_d

~:'j

-"""

I
I
I

Administration of Patent Rights Clauses I
t f

Patent Rights Following I'
For consistency with Part 16 of Circular A-12~,

. three changes shoul d be made: !. . I
!(c)' Should be qualified so that it reads: "~hen
appropriate,o'patent applications are timely!
f i l d II. d I1 e .•• ., an j,

t
(d) should provide for the documentation of alp
rights, not just those of'the government. It Ishould
be conformed to subparagraph 16.a.(4) of Circ41ar
A-124. I
. I

. 1n addition, there needs to be incorporated i1 a new
subparagraph (f), or, in some other appropriat~

place,'the pnovisions 6f paragraph 16.c. of O~B

Circular A-124 regarding con~olidation of age~cy

~.dminlistdration when tw~, ,?rumcire sponsors are I
1 nvo ve • . I

I
i

I
I
I

Contractors would be required to submit all reports
to the contracting officer or other representat tve
and agencies could in their implementing I
instructions, provide and/or require use of I
specified forms for such reporting. This language
should be conformed to the requirements of OM~
Circular A-124 and to the clearance requirements of
the Paperwork Reduction Act of 1980 (P.L. 96-911)
and'the implementing OMB regulations at 5 CFR IPart
1320 (48 FR 13660, et. seq., March 31, 1983.) I

J

t·
I

.;t
This entire section should be deleted since t~e
~xtensiviactiviti~ssuggestedwoul~,hardly bd cost

'" effective: The proposed procedures.' are tanta~ount
to an invitation to amass a largebureaucratid staff
with the potential for harrassment of contrac~ors.
The excessive demands for followup activities \would
adversely affect contractor performance and I
unnecessarily increase the paperwork burden. I

r

Remedies I
!

This proposed section is completely one s i ded.] On
the one hand, it would overly protect· the government

I .
{
}

i
:1

~._. ~_ 'I '. _.....:...."_._.
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On the other hand,
appeals procedures
Circular A-124.

I
t

by author~zing withholding of paymen~s. p.H 96-517
and OMBC1rcular A-124 do not author1ze or 1n~lude
withholding provisions. Since most contracts!
normally include a provision for partial I
withholdings, it is not clear why a separate I
withholding provision is needed just to coven
obligations under the patent clause. A rece~t NASA
BCA case has held that such provisions are I
unenforceable penalty provisions. I

~

it fails to incorporate t~e
prescribed by Part 14 of gMB

I
To remedy these deficiencies, recommend two b~siC
changes to this section: I

~

. (lJ Delete the proposed language concernin!g
withholding' or payments;: anp I

, ' I
(2) Insert a separ!lt.e;.se~tioncontaining tlhe

appeals procedures of Part 14 of Circular A-l~4.
1

Publication or Release of Invention Disclosu~es
· . I

(a) The only portion of the proposed provisio~ that
is fully consistent with OMB Circular A-124 and the

· intent of' the 1aw is the di rect quote from 351 USC
Section 205, indicating that (1) agencies ar~

authorized to withhold from disclosure to th~ public
information disclosing any invention for a I
reasonable time to ~ermit the filing of a pat~nt

application, and (2) eliminating any requiremfnt to
release copies of any document which is a pa~t of an
application for United States or foreign patent.
There is no requirement in the law or in CircLlar
A-124 for the contractor to restrict the righ~s of

. c", researchers to publish the results of their rf!search
whenever it is appropriate for them to do so.] On

'the contrary, as is emphasized in Attachment p to
'this hitter, the procurement regulations of m;any
departments and agenci es whi ch contract for I

: 'scientific researc~, and ~h: grantJegulation~ of
. most of them, prOV1 de pes1t i ve encouragement Ito

scientists to publish the results of their work•

(b) I'nsofar as the withholding of disclosure ~f
· i nventi ons from the pub1icis concerned, the I

proposed language provides that the governmenlt "may
withhold," whereas the Circular 'languagestati=s that
"To the extent authorized by 35 USC Section 2P5,
agencies shall not distlose to third part iesj]' and
thi s i ncl udes requests under the Freedom of .1

- - ~

f

I

" .-

. ..:~.
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f
I

Information Act, for a reasonable time in ord~r for
apatenttapplication to b~ filed. I
(c) The proposed language provides that "The I
Government will also use reasonable efforts t~

withhold from disclosure to the pUblic for a l
; reasonable time other information disclosing a
. reported invention included in any data delivered

pursuant to -contr'ect requirements." This lan&uage
is contrary to Circular A-124 language which I
provides in paragraph 9 d. that "In recognitien of
the fact ·that s~ch publication [by the Govern~ent],
if it included descriptions of a subject inve~tion,

.could create bars to obtaining patent protection, it
is the policy of the executive branch that agencies
will not include in such publication programs~
copies of disclosures of inventions submittedlby
small business firms or nonprofit organizatio~s,

pursuant t.o paragraph c [of the Of4B Clause};"]
. I I

. (d) If the integrity o_ft~e 1aw and Circular -1\-124
implementing regulations is to be upheld and if the
publication rights of university faculty are to be
respected and protected, paragraphs (b) and (t), as
proposed, should be deleted in their entiretyland
the 1anguage of Part 9 of the Ci rcul ar be. . j
substituted in its entirety, limiting changeslto
grammatical corrections onlY_I

t
J

Patent Rights - Small Business Firm or Nonprofit
Organization I·

(b) Allocation of Principal Rights I. I
Paragraph '(b) of FAR clause 52.227-13 has bee~
expanded beyond the comparable paragraph b oflthe
clause prescribed by Attachment A to OMB Circ~lar

A-124 and should be conformed to the latter. I. ,. I

. " " . ' ~' . . I
(c) Invention Disclosures, Election of Title,letc.

. .: '.. _ . '. -', .,
:The proposed paragraph (c) also has extensively
. revised the standard clause prescribed by Cir¢ular
A-124.· It shoul d either reproduce the standard
clause verbatim, or, if the fragmentation is I
necessary, be made consistent with it. 1

I
t

!
..

,
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I

(f) Contractor Action to Protect the Governme~t's
Irrte res t ,

t
. I

Subparagraph (5) on page 220 has a positive I
requirement for all·contractors to furnish tolall

: agencies certain reports at specific periods.l There
is no such requirement in the counterpart cla4se
prescribed oy Circular A-124. On the contrarj, Part
8 of the Circular itself provides individual I
agencies with the option of adding such reporting
requirements as' they may .need , with appropria~e
safeguards to minimize the paperwork burden. [The

: FAR should do 1ikewise. . I,

(3) The proposed clause omits
subparagraph 8(3) concerning the
of the parties.

..<

-

.j

'j

"~

JIt!

'1

(l) Reports ., h· I
(1) This paragraph wou~d allow individual agertcies
to specify all reporting forms. This is .not.1 .
authorized by Circular A-124, which specifically

i .
I
f·
f"

~~ ..._---_._--j...'," "--'-'~

; (g) Subcontracts i

The four subparagraphs p~oposed to be incorp01ated
into the .FAR Subcontracts clause are considerably
different from the threeisu~paragraphs contai~ed in
paragraph g of the standardcl ause prescribed [by OMB
Circular A-124. Among other things: 1

i
(1) Proposed subparagraph (1) is unnecessa~y and

redundant of proposed .subparagraph (2). I
i

(2) Proposed subparagraph (g)(4) would reqJire
the contractor to provide notifications whichlare
not required by the standard clause; it is ani
expansion of provisions which paragraph 8(e)(3) of
the basic Circular authorizes agencies to include,
if desired. I

t
entirely sta~dard
mutual obligations

! .
I. ,

The proposed paragraph should be replaced 1n 1ts
entirety by standard paragraph g. I

. .. I·
. (k) Special Provisions for Contracts with Nondrofit

Organizations I
1
·f

Proposed subparagraph (3) would require the. I .
contractor to share~ royalties •. The word '[any"

. was officially removed from the standard c'lause in
the Circular and should not be included in thls
clause or in any regulations. I. .

52.227-13

224

223

221
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~

I
allows contractors to use their own formatslfor
invention reports (Attachment A, Circular Ar124(f)(2)1 and requires use of forms to be dev~loped by
the Department of Commerce for invention us~

reports. I
. I

{

It was not and is not intended that the government
prescribe forms on which reportsare'to be ~ade; to
require that contractors convert the i'r own [rrternal
reports to government-generated forms wouldlslow
down and make more difficult the submissionlof
timely 'reports. Change 52.227-13(l) to reap
substantially as follows: I

I
"(1) Reports: Reports requ i red by thj s clause
may be submitted by the contractor an~

subcontractor as prescribed by Circular A-124 or
as developed by the ,Department of Com~erce
under the authority pf Ci rcul ar A-124i"

. I

I

~,

-,

:'. :
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us. DEPARTMENT OF COMMERCE
Office of Strategic Resourc-es

April 26, 1983

To: Dr. Jerry Smith
Technical Director

From:
i/QNorm Latker IV L- --

Director, Federal Technology Policy

I think it might be to our mutual
benefit to discuss the attached
further. I will call in the next
few days.
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UNITED STATES DEPARTMENT DF c:qMMERC:E
The Assistant Secretary for Pl"'nrill("'r.~vitv.
Technology and Innovation
W€:shlng-:.or.. D. C. 20230

12021377·1984

Subject: April 7, 1983 Meeting on Implementation of the
President's February 18 Memorandum

Jim Tozzi

Norman Latker

MEl·jORANDUM FOR:

From:

The major issue of the April 7 meeting involved the time that
contractor must report an invention to the Government. DOD
said they want to preserve their thirty year old rule that
inventions must be reported within six months after
conception. We don't think this is consistent with either
letter or the intent of the President's memorandum.

You agreed that it would result in forced reporting of
by contractors before the utility of ideas has been
determined. We believe these kinds of reports are the
feedstock for unnecessary patentappli6ations filed by a few
agencies. During FY 1970-76, DOD filed on 32 percent of these
kinds of cases. This sort of filing contributed toa DOD
portfolio of 17632 patents, of which only 1.6 percent had been
licensed by 1976. In contrast, major universities, operating.
under A-124, are reported to be licensing 4D percent of their
portfolios.

DOD contends that this kind of reporting and filing cuts off
claims against the Government. The only true measure of
avoided claims is the number of competing applications for an
invention handled by the Patent Office. We understand the
Patent Office d9ta indicates that Federal agencies are involve
in a miniscular number of such competitions.

DOD indicates they do not intend t~ use a forfeiture
provision. We believe that a forfeiture provision is required
by the President's statement as it:is included in Pub. L.
96-517. Without it, a firm need not report an invention to
protect its ownership, and the reporting requirement will not
work as intended to protect the Government's interest unless
other penalties are imposed. If some other penalty is imposed
in conjunction with the six month rule, it will be used for
ridiculous purpose of prematurely collecting information about
unevaluated ideas.

The method of enforcement that DOD would continue, involves
inVEstigation of contractors' records incluaing lab notebooks,



--

"The commi ttee "is concerned that standard Federal
Procurement Regulations and Defense Acqusi~ion

Regulations provisions may force premature;
decisions, and may literally require the .
reporting of inventions within times that are not
consistent with normal operational practices and
capabilities. For example, current requirements.
to report inventions, within six months after
they are 'made' could lead to forfeiture of
rights in numerous inventions if literally·
applied. Many inventions are not actually'
recognized as useful inventions for long periods
after their technical 'conception',"

I
i
}

- 2 - s

i
and withholding payments. In principle, we can not disagree!
with this in cases where there is clear reason to suspect I
nonperformance. But we do not believe that such an adversar~al

technique should be used as a normal way of doing business. I A
principle of A-124 is to provide incentives to cause actions~

rather than provide for audit-like investigations and the I
accompanying conflicts with the contractors whom we are tryi~g
to encourage to bring new inventions into the marketplace. I

!
I did not want to make an issue of A-124 implementation at the
meeting, but GAO is completing a survey of agency compliance~

and has found that some components of DOD, particularly Navy~

have not implemented the Circular. At least one university-~s
considering legal ~ction against the Navy on this issue. I

-I
We understand that most of the civil agencies other than NASA
and Energy accept A-124 as the starting point for imPlementirg
the President's memorandum. They do not want unnecessary j

reporting to overburden their modest staffs, and they do notl
want avoidable disputes with their contractors. I

IOur basic objective is to allow firms to treat inventions j

developed with Government funding just as they would treat I
inventions they have funded. This means clear title and no 1
hassles. The university experience has already shown that tfuis
approach is most likely to lead to commercial use. I

~
One last point--DOD insists that the President'? memo does n~t

require the use of the clause from A-124 but only adherence to
P.L. 96-517. This gives them the authority, so they say, tol
use the six month from conception test for reporting. They i
have failed to take into consideration the legislative histoJy
for P.L. 96-517 found on page 27 of Senate Report 96-480. !

t
]
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FUTURE DEVELOPNENTS IN FEDERAL PATENT POLICY

Introduction
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civilian areas.

the House, Senate, and the Executive Branch considered

time, a policy on the acquisition of, and the obtaining of rights In ,

of ONB Circular A-124 and individual Government agency regulation.

f
1

by Senator Schmidt (5. 1657) and by Congressman Ertel (H.R. 4564) which I
i

would have established patent policies normally allowing the contractor Fo,
retain title to inventions made under Government contract. There was alto

considerable effort in trying to develop a patent section fOr the Federat

Acquisition Regulation (FAR) amid this legislative activity, as well as I
i

·1
formulation. 1.J'ork was also in process in trying to develop, for the first

I

I
\

technical data developed under Government R&D contracts which would sati~fy

r
the needs of both the defense agencies' design, procurement, and utilization

. I
needs, as well as the civilian agencies' need to support research in thel

!

during a time when a new Presidential patent policy was in the midst of

I. I

The last two years have been very active for the issues regarding GovernJent
. I

f
patent policy. Late in the 96th Congress, P.L. 96-517 was passed establ~shing

I
a Government-wide patent policy for small businesses and nonprofit organ~zations

~

(Bayh-Dole Bill), and this legislation was implemented through the issuaJce

i
Alsoj

I
the bills introdu~ed

r:

41

Government Patent Policy was issued on February 18 of this year.

r:

j

I
As I am sure you all are aware by now, a new Presidential Nemorandum on ~

~
Ienti~l('d

!
my remarks "Future Developments in Federal Patent Policy" because what hfS

* Assistant General Counsel for Patents, U.S. Department of 1nergy

I
t
J
~
1
I·



taken place in the Las t- two years is notne'arly as signif icant as' the

activity that will be taking place with the implementation of this Pres

patent policy. The policy itself appears to be, at least at first blush,

re~atively simple and straight forward in that it directs the heads of all

executive departments and agencies to follow the policy of P.L. 96-517,

to the extent permitted by law, for all funding agreements regardless if

the recipient of such an agreement is a small business or nonprofit organizat

I will address my remarks this afternOOn to (a) the language of the Patent

Policy Memorandum in an attempt to identify the issues raised by the

Hemorandum, and (b) the past implementation of P. L. 96-517 in order to

identify the issues that might be now applicable to all recipients of

contracts, grants, and cooperative agreements.

II. New Pr'esidential Government Patent Policy

The first paragraph of the Memorandum to the Heads of Departments and

Agencies on Government Patent Policy sent by the President this February 18

states as follows:

To the extent permitted by law, agency policy with respect to the
disposition of ~ny invention made in the performance of a federally
funded research and development contract, grant or cooperative agreement
award shall b~ the same or substantially the same as applied to small
business firms and nonprofit organizations under Chapter 38 of Title 35
of the United States Code.

42
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I

To the Extent Permitted by- Law

t t

f\

~~view, and review by congressional oversight committees and General

Ac coun t Lng Office (GAO) investigations.

DOE's and NASA's legislative patent policy can be substituted for the

guidance that may be provided in P.L. 96-517 because of a Presidential

Memorandum, even where the guidance applied to DOE's and NASA's

waiver policies allows for some measure of discretion.

43

--- -_ .._-----------_..._---



r"'-

~_..

For example, the legislative history behind.DOE's nonnuclear patent p"licy

states that the policy is based upon the Atomic Energy and Space Acts under

which relatively few waivers were granted, and that Congress expected the

same would be true under DOE's nonuclear statutory patent policy. Accordingly,

I do not believe DOE's legislation wo·uld allow us to wai.ve in all situations

except for those situations provided for in P.L. 96-517 for GOCOs, exceptional

circumstances, and areas of national security. To do so would completely

reverse the legislative intent of DOE's nonuclear patent policy. This does

not mean, however, that DOE and NASA will not folIo" the guidance of and

the implementation of P.L. 96-517 "here contrary statutory guidance is not

provided, just as we have been following the 1971 Presidential Memorandum

and its implementation to the extent permitted law.

The White House Fact Sheet, as issued by the Press Secretary along with the

Presidential Memorandum on Government Patent Policy, states that agencies

like DOE and NASA would have to continue to follow their own legislation

but states that these agencies are expected to make the maximum use of the

flexibility under the legislation to comply with the provisions and spirit

of the Presidential Memorandum. This is not a particularly difficult

problem with patent policies of the type set forth in the DOE and NASA

legisla~ion because, as stated above, the legislative history and congresslonan

oversight of these policies make it clear that the policies require the

agencies to normally take title to inventions made with agency support.

The Hhite House Fact Sheet also states, after repeating the phrase "To the

extent permitted by law ... ", that the Memorandum" ... is applicable to all

44
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statutory programs including those that"provide for inventions"to be

available to the public." This" reference is obviously directed to those

agencies, like the Departments of Interior and Agric~lture, or agency

programs, having legislation requiring that inventions be "available to

public" (7 U,S.C. 427(i», "freely available to the general public" (40

U.S.C. 302(e», or "freely and fully available to the general public"

U. S. 1961 c-3). These "available" statutory patent policies have a long

history based upon legislative history, congressional oversight, and

Branch interpretation as requiring the Government to take title",

exceptions, to inventions made under support by those agencies.

There appears, therefore, to be direct conflict between the President's

rlemorandum, as interpreted by the White House Fact Sheet which suggests

that discretion exists in these laws and that the Presidential

should be made applicable, and the long history of interpreting this

of "available" legislation as having no discretion. Inasmuch as the

have universally interpreted the legislation as lacking discretion,

appears to be no discretion or flexibility to which the Presidential

could apply. If discretion could be applied, application of the

would cause a total reversal of the agencies' previous positions, and

would, in effect, change these agencies from "title taking" t o

"title in inventions only in those limited situations permitted in P.L.

It would seem that these agencies are caught in a dilemma between

that they had been interpreting their legislati9n incorrectly for all

45
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years, or simply saying that their laws, having no flexibility, are-not

affected by a Presidential Memorandum, notwithstanding the statement in the

- White House Fact Sheet.

This also raises an interesting question of what standing, legislative

history, or instructional value is a "fact sheet" issued by a press office

at the time an Executive Branch memorandum is issued. Having raised that

issue, I am going to use my discretionary authority and flexibility and

elect not to discuss it further.

B. Agency Policy

The Presidential Memorandum goes On to say that" ..• agency policy " r-.
will follow P.L. 96-517. This phrase is important in view of the fact that

early drafts of the memorandum used the phrase "... agency policies, regulat

procedures, and patent rights clauses ... " would follow P.L. 96-517.

During the period of interagency comments, the major R&D sponsoring agencies

were in total agreement that the "policies" of P.L. 96-517, that is, the

policy of allowing a contractor the first option to acquire title to

was appropriate and should be applied to all types of contractors, as

opposed to only nonprofit organizations and small business firms. There

was substantial objection by DOE, DOD, and NASA, however, to theimpl

of this legislative policy as it is applied to small business firms and

nonprofit organizations in OMB Circular A-;124, and in particular, to the

specific clause language which was particularly developed, under the obj

of many, to address the concerns and limited capabilities of the university

46
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I
community. Accordingly, these agencies only agreed to the issuance of t~e

Memorandum if the reference to. regulations, procedures, and contract cla!ses

was deleted.

While I am on the subject of the implementation of P.L. 96-517, I mig~t ~ay
i

a few words in regard to how OMB Circular A-124 was developed. Althoughl
j

the R&D-sponsoring agepcies were heaVily involved in the development of ~he

first draft of the Bulletin that preceeded the Circular and, like everyo~e
I

else, were provided an opportunity to make comments on the Bulletin, th1

agencies were not given an opportunity to comment on the final language I
• , . J

~
that was placed in the OMB Circular. As a result, there are many areas ~f

I
the Circular that the major R&D-sponsoring agencies -- and in particulan

i
DOE, DOD, and NASA -- find objectionable. I

I
Probably the most important obj ec t Lon is the structuring of the clause set,
forth in the Circular which allows nonprofits and small businesses to I

!
publish subject inventions prior to (1) any attempt being made to elect I

I
whether the contractor wishes to retain ~itle, or (2) the Government bei,ng

I
I

given the opportunity to protect those rights that the·contractor does ~ot

I
want, Additionally, the clause allows the contractor the full U.S. s t a tut ory

I
one year period after publication in which to file the patent app LLca t Lon,

I
If the contractor fails to file, or changes its election to file, therelis

~
no requirement that the sponsoring agency be given sufficient time to eten

f
protect U.S. rights in such inventions. The contractor is thereb~ permttted

to destroy both domestic and foreign rights in inveptions developed undtr

I
1
I
!
!
i

It-



such funding agreements. In my opinion, this is in direct violation of the

clear statutory intent of P. L. 96-517 whi.ch provides for residual rights to

go to the sponsoring agency any time the contractor either fails to report,

elect, or file within a.reasonable time, or elects not to protect the

invention.

Even if this and other objectionable features of OMB Circular A-124 were

corrected, it was the position of at least DOE, DOD, and NASA that the

application of the Circular to contractors other than nonprofit organizations

and small business firms is inappropriate. In view of the fact that the

primary beneficiary of P.L. 96-517 was the university community in grant

situations, the major R&D-sponsoring agencies approved a flexible and even

imprecise patent rights clause which provided inordinately long time periods

to make decisions on election and filing. For example, the clause in

Circular A-124 does not even have a positive reporting requirement in view

of the fact that reports are only necessary where a subject invention is

disclosed in writing to the contractor's "personnel responsible for patent

matters." Additionally, record keeping requirements and authority to

inspect records, as well as withholding of pa}"ffientprovisions, were not

included in the cl~use when they have been boiler plate for many years in

°patentOrights clauses found in the Federal Procurement Regulations and the

Defense Acquisition Regulations. Such a "wa t ere d-edown" c Lau s e , although

perhaps justifiable in grant situations with the universities, were con

as totilly inappropriate for patent righti clauses with contractors
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t he main, directed research efforts 'of 'the major R&D-sponsoring agencies

It is for this reason, therefore, that DOE, DOD, and NASA withheld their

concurrence from a proposed Presidential memorandum which extended the

application of the implementing regulations of P .L. 96-517 to all

contractors.

C. Disposition of Any Invention

The next phrase of the policy statement also raises some interesting

The Memorandum states that agency policy" ... with respect to the

of any invention made in the performance ... " of an R&D contract, grant

cooperative agreement shall follow P.L. 96-517. The phrase "disposit

any invention made" normally refers to the basic allocation of rights

between the Government and its R&D contractor, grantee or awardee, and

primarily refers to whether the Government 0>' the contractor acquires

title. It would appear not to be an idle question as to whether the

rights or obligations of the parties under P.L. 96-517 were intended

included.

o

In this regard, it is noted that the last paragraph of 'the Presidential

Memorandum is as follows:. '

In addit on, agencies should protect the confidentiality of invent
disclosu e, patent applications and utilization reports required
performance or in consequence of awards to the extent permitted by
U.S.C. 205 or other applicable laws.
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If the word "d i spo s Lt Lon" of the first par:ag~aph was intended t o cover

requirements. of confidentiality of invention disclosures and patent applicat

found in 35 U.S.C. 205, or confidentiality of utilization reports found in

Section 35 U.S.C. 202(c)(5), there would appear to be no necessity for the

last paragraph of the policy.

Additionally, the second paragraph of the Memorandum indicates that the

rights of the Government or obligations of the contractor set forth in 35

U.S.C. 202-204 may be waived or omitted by the agency. These provisions

include such items as: the Government1s nonexclusive license; the Government

march~in rights; the contractor's obligations to make certain statements in

a patent application; limitations on acquiring rights to the contractor's

background patents; and requirements that exclusive licenses cannot be

granted for the use or sale of the invention within the U.S. without an

agreement to substantially manufacture the invention in the U.S. (hereafter

referred to as the preference for U.S. manufacture). In view of the second

and third paragraphs of the Memorandum, a logical interpretation of the

first paragraph is that only the disposition of title in inventions made

under R&D contracts are to follow the policies of P.L. 96-517.

D, Substantially the Same

The last area of interpretation of the Memorandum's first paragraph is that

,./

policies n shall be the same or substan·tially the same ... " as set forth

in P.L. 96-517. I personally have no idea what the phrase "substantially

the same" was intended to mean, or how it will be interpreted. I, along

with you, will watch the possible use of this flexible language with substant

interest.
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unique or highly qualified contractor.
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Waiver of Rights and Obli&ationsE.

reports to the Government agency.

,.

I
I
j

i
1
~

I
I
I

An additional area of flexibility that will bear watching is the applica1ion

of the second paragraph of the memorandum which states as follows: I
I
~

In awards not subject to Chapter 38 of Title 35 of the United State~. .,
Code, any of the rights of the Government or obligations of the performer,
described in 35 U.S.C. 202-204 may be waived or omitted if the agen~y

determinep (1) that the interests of the United States and the general
public will be better served thereby as, for example, where this iSI
necessary to obtain a uniquely or highly qualified performer; or I
(2) that the award involves co-sponsored, cost sharing, or joint I
venture research and development, and the perforner, co-sponsor or I
joint venturer is making substantial contribution of funds, facilitaes
or equipment to the work performed under the award. I

I
I
~

The "b o t t om Lf.ne" of almost any Government patent policy, legislative o r]

. I
I

administrative, has been the retention by the Government of a nonexc Ius tve

~
license for its own use, and the ability of the Government to require 1

licensing to others under certain limited circumstances -- as where the)

patent owner fails to commercialize or attempt to commercialize the inv~ntion,
I

i.e., the Government "march-in" rights. The Hemorandum, therefore, allo~s
f

the agencies to waive these minimum Government rights as well as the pr~ference
i
I

for U.S. manufacturing obligation, and the obligation to provide utiliz~tion

I
·1

I
I

. The findings that must be made in order to grant any or all of these wa~vers
I

is that the interests of the U.S. will better be served by such a waiveJ,,

and the example that is given is where such"action is necessary to obtaJn a

I
Also, a finding that the contractt

s

I
I

I
t
]
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involves substantial co-sponsored, cost shared, or joint venture R&D will

also justify a waiver determination. The reason that I find these particular

guidelines of interest is that these types of contracting situations are

not particularly unique or unusua~ in the Federal Government, and particularly

not unique or unusual in the DOE. In DOE, many of our major program efforts

involve a substantial amount of cost sharing or cooperative R&D agreements,

and an argument could .bemade that any sole source justification would be

~.

enough to make a finding that the contractor is "unique." If these

are interpreted so broadly, we have indeed entered a new era of Government

patent policy where substantial cost sharing or a sole source justification

will be enough to give up the Government's license rights, the right to

inquire about commercial utilization, and the right to take any action

where a contractor is effectively suppressing utilization of the R&D results.

Here again, the manner in which these provisions, or areas of flexibility,

are implemented will bear watching, and will be of substantial importance

to, for example, DOD's use of its own R&D results, and the general public's

use of the results of much of the civilian agencies' R&D efforts.

III. Public Law 96-~17

In addition to the issues and problems of interpretation caused by applicat

of the public law to contractors other than small businesses and nonprofits

set forth above, P.L. 96-517 itself has some areas that need interpretation

",.........

totally apart from the application of the law under the Presidential
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raft of social and economic provisions.

outside the classification of a funding agreement.

Act of 1977 (41 U.S.C. 401) which dOeS not, in itself, define these

53

Funding AgreementA.

f o risu ch agr-eements.

through fellowship agreements.

definitions of these terms.

"funding agreement" 'for some time.

I

I

I
.ion of what is a 1

I
" The definition in the legislation I

I
refers to a "contract, grant, or cooperative agreement, II which in turn i~

I
language that comes directly from the Federal Grant and Cooperative AgreJment. . I

terms.
j
J

Additionally, implementing guidance by OMB and OFPP has not provided preiise

!
I
I

\,e at DOE entered into a large variety of agreements involving R&D activities. I
which at least some people do not consider as falling into the area of 1

i
contracts, grants, or cooperative agreements, as the clauses mandated byJ

i
the acquisition and assistance regulations are not used -- that is, clauses

. I

I
such as equal opportunity, covenants against contingent fees, and a whol~

I
Examples are where DOE makes it~

I
I
I
t

available to the general public for privately-sponsored research activities.

i
In addition, DOE permits all manner of domestic and foreign persons to w1rk

in its national laboratories, and provides support to educational activiJies
t
!

Most of the agreements covering this typJ
I
I

of research support are not written in the form of a contract, grant, or!
I
t

cooperative agreement, and do not follow legislative and regulatory requirements

They are, therefore, being interpreted as falling I
I

I
i
I
1
J

I
I
I·

national laboratories, or particularly designated research facilities,

For example, DOE has been struggling with the definit

~.

~
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------Informal discussion with attorneys of·other agencies indicate that other

agencies have come to the same conclusion. The problem is, however, that

when such agreements fall outside of P.L. 96-517, they fall within DOE's

title-taking legislation which includes any" ... contract, grant, agreement,

understanding, or other arrangement which includes research .... " Therefore,

when NSF concludes that fellowship agreements do not fall under P.L. 96-517,

they are free to utilize any patent policy they desire. When DOE makes

such a decision, the result is not as flexible.

B. Government-Owned Research or Production Facility

P .L. 96-517 need not apply .to funding agreements for the" operation of

a Government-owned research or production facility " or what is otherwise
1"""\

normally referred to as a "GOCO." Here again, DOE may be in a unique

position because. we seem to be the only agency that admits to having

for the operation of Government-owned research or production facilities.

As a matter of fact, we have: contractors which operate facilities on

Government-owned land, in Government-owned buildings, using Government-

owneq equipment; contractors which operate facilities in Government-owned

buildings, having Government-owned equipment, on contractor-owned land;.

contractors which operate facilities having Government-owned equipment, on

contractor-owned land, and in contractor~owned f2cilities where the' entire

justification of the facility is to operate the Government-owned equipment.

In addition, any of these factual situations can be further complicated by

fre~ use of contractor-owned lands and facilities, ~inimum payments for
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,~ such leases, and II full market" payments for such leases. We also have

contracts for the operation of Government-owned equipment in Government

owned buildings on Government-owned land where the contractor has been

permitted to mix in its private equipment for its private R&D purposes.

Needless to say, we are having great difficulty in determining exactly

to def inea uGOCO."

C. Agency Approval

There are several places in P.L. 96-517 where the contractor's actions ate
I

r-

restrained unless approval is obtained from the contracting agency. Examples
t
J

are the limitations on nonprofit organizations to assign invention rights
t
J

or to grant exclusive licenses without agency approval, and the requiremfnt
f

for contractors to provide for preference for U.S. manufacturing unless ~
. I

waiver is obtained from the agency. The issue has been raised to DOE aslto

1
whether such approvals can be made on a class basis at the time of contracting,

.'j
rather than on an invention by invention 'basis~ . The issue is clear .fo r I

f
those not under P.L. 96-517 because of the second paragraph of thepresi~ential

1
I

Memorandum. The issue is not so clear for those falling under P.L. 96-517
i

55

itself .

in view of the fact that the type of decision to be made would appear to!

t
preclude an advance waiver or approval because of the individual inventipn

I
nature of the determination to be made, and yet there is no express proh~bition

. I
f

to a class, or advanced type,decision-making process in the legislation}

I
~

I
t
t

!
i
I
i
t
f
1

I
I
i
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IV. Summary

In summary, there appears to be many areas in the public law itself which

need to be addressed on a Government-wide basis~ as well as the issue

raised by the application of the public law as required by the new President

Memorandum on Government Patent Policy. I personally had been hoping that

the Department of Commerce, as lead agency under OMB Circular A-124 and in

response to their obligation to consult with representatives of the R&D

sponsoring agencies, would by now have established an interagency group in

order to help uniformly interpret the public law, develop implementations

under it, and address the objectionable areas in the Circular itself.

Hopefully, the issues regarding interpretation and implementation of the

public law under the Presidential policy will be guided by such a committee

established under the Federal Coordinating Council for Science, Engineering,

arid Technology as envisioned by the White House Fact Sheet.

'16
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WASHINGTON. D.C. 20510
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Dear Mr. Khedouri: I
i

I write to call your attention to the existence of continuing OPPosition!within
the Department of Energy to the implementation of the President's new po\icies
~~aa~~~~fo~~~~~a~~~~r~~~~~shiPof inventions developed under federal reSjarch

I
The Department of Energy (DOE) has taken no actions to comply with Presiqent
Reagan's February 18, 1983 Patent Policy Memorandum. To the extent perm~tted

by law, the Memorandum directed the heads of agencies to give all contr~ctors
the same, or substantially the same, right to own inventions resulting f~om
Government-research and development (R&D) funding that the Dole-Bayh Act 1(38
U.S.C. 35) gave to smatlbusiness and nonprofit organizations. i

"" _. .,. - \

The Fact Sheet released with the Memorandum stated that the National i
Aeronautics and Space Administration (NASA) and the Department of Energy I
operate under statutes that are inconsistent with the President's policY.lbut
are expected to make maximum use of flexibility avail~ble under their sta~utes
to comply with the provisions and spirit of the policy. The attached background
paper shows that DOE has wide authorities to waive ownership of invention~ at
the time of contracting under the Nonnuclear Energy Research and Development
Act of 1974, and the Atomic Energy Act, but has made virtually no attempt!to
use them. The agency has even prevented the nonprofit operators of its I
Government-owned laboratories from owning their inventions by making blan~et

use of an exception provision in the Dole-8ayh Act (Which I authored). i
I

The Administration and I have been seeking to establish the concept of I
contractor ownership of all Federally funded inventions in law. Legislation
proposing contractor ownership and repealing DOE's authority, which has been
used by the agency to generally retain' ownership. has been endorsed in a I

}

I
~
~

I
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~
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{

I
~

I
Cabinet Council Resolution, three letters from the President's Science ~dvisor

, to congressional committee chairmen, and OMS approved testimony before ~ouse
and Senate committees during the current and previous session. In spi~e of this
clear position, DOE staff have recently been trying to influence Congress to
exclude DOE from operation of H.R. 5003 and S. 2171 (which I introducedp, the
current bills providing for changes in the law needed to implement an agency-
wide uniform contractor ownership policy. ' I

:1

Finally, DOE has not implemented the patent part of the Federal Acquisition
Regulation (FAR) and continues to use the same patent clauses in its procurement
contracts that it has used for years, which constitute a substantial burden on
private sector contractors. "

I
I

Overall, DOE has consistently resisted making its patent policies conform with
those of the Administration. I believe that OMS should use its statutory authority
to require a review of DOE's 48 CFR 927.3--Patent Rights Under Governmept Contracts,
issued as a final rule in the Federal Register on March 28, 1984--for t~e purpose of
revising it to be consistent with Administration directives. I

1

I look forward to hearing from you on this matter in the near future. I
~

Sincerely, I
i

BOB DOLE
United States Senate

Encl: Fact Sheet

Copi es to: ':
E

Vice President'GeOrge-Sush
Hon, Danny J. Boggs, Deputy Secretary Department of Energy
Mr. James Tozzi, 1333 New Hampshire Ave., N.W.,'Suite 900,

Washington, D.C. 20036
Mr. Douglas H. Ginsburg, Administrator for Information and

Affairs, .OMB, Washington, D.C. 20503
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BACKGROUND ON GOVERNMENT PATENT POLICY AND DOE PATENT

!

I
t

STATUTES
t
lPa'tent

~
]

i
Paragraph 5980(a) of the Federal Nonnuclear Energy Research clnd
Development Act of 1974, indicates, in part that, I

~
!

~Whenever any invention is made or conceived in the cou4se of
or under any contract of the Secretary ••• title to such I
invention shall vest in the United States, and if patenti.s on
such inventions are issued they shall be issued to the I
United States, unless in particular circumstances the i
Secretary waives .all. Q£ ~ part of the rights Qf the United
States to such invention in conformity !&..il.h tM provisidns
Qf :Ul.iJ; section." (Underlining added , ) i

t
~

In addition, Paragraph 5980(c) of the Federal Nonnuclear Eneqgy
R&D Act indicates, in part that: I

,
"Under such regulations in conformity with the provisio~s of
this section as the Secretary shall prescribe, the Secretary
may waive gl1 Q£ ~ part of the rights of the United Stlates
under this section with respect to any invention or cl ass Qf
inventions made or which may ~ made by any person or cjass
Qf persons in the course of or under any contract of the
Secretary if he determines that the interests of the Un~ted
States and the general public will be best served by sU¢h
waiver ••• ln making such determinations, the Secretary sHall have
the following objectives:" (Underlining added.) I

j

j

I
i
!
I
f

DOE Patent Statutes

The operative paragraph of the President's Memo indicates:

"To the extent permitted by law, agency policy with resJect
to the disposition of any invention made in the performajnce
of a federally-funded research and development cont r act j]
grant or cooperative agreement award shall be the same qr
substantially the same as applied to small business firms
and nonprofit organizations under Chapter 38 of Title 3~of
the united States Code." I

The l1emorandum was accompanied by a Fact Sheet that indicated:
i

"Those agencies, such as National .Aeronautics and Space I
Administration and the Department of Energy, which cont~nue
to operate under statutes which are inconsistent in resp,ects
with. the Memorandum, are expected to make maximium use qf
the flexibility available to them to comply with the i
provisions and spirit of the Memorandum." I

I
\

The President's February ~ 1983 Memorandum on Government
Policy



(3) Encouraging participation by private persons
the Secretary's energy research, development, and
demonstration program.

(a) The provisions of 41 CFR 9-9.1 shall continue in
effect •••

!

I
I

I
(I)" Making the benefits of the energy research, I
development, and demonstration program widely avail~ble

to the public in the shortest practical time. I
~

(2) Promoting the commercial utilization of such I
inventions. I

I
• jlr

f
I
1

I
(4) Fostering competition and preventing undue Qar~et

concentration or the creation or maintenance of oth~r

situations inconsistent with the antitrust laws. I
t

I
Further, Section 2182 of the Atomic Energy Act indicates, in part
that: I

i
"Any invention or discovery, useful in the production orl
utilization of special nuclear material or atomic energy~
made or conceived in the course of or under any contract~
subcontract, or arrangement entered into with or for thel
benefit of the Commission, regardless of whether the !
contract, subcontract, or arrangement involved the I
expenditure of funds by the Commission, shall be vested I
in, and be the property of, the Commission, excert~ !
the Commission may waive its claim to any £Y£h inventionl
Q£ discovery under such circumstances gQ the Commission I
may deem arrrorriate, consistent~ the rolicy of thisl
section." (Underlining added.) I

I
From these quotes, it is clear that DOE has broad authoritiesl
under both of its primary statutes to make class waivers which
wOuld allow contractors to own their inventions. The rationake
that accompanied the 1983 President's Memorandum is almost i
identical with the objectives established by the Nonnuclear I
Energy Act for making waivers. I

]
On March 28, 1984, DOE published its 48 CFR Ch 9, Acquisitionl
Regulations as a Final Rule thata continues its former policies
of Government ownership without change. Subpart 927.3--paten~
Rights Under Government Contracts says: I

t
I
l

~onDrofit Contractor Qrerators of Government-Qwned Laboratories
1

DOE's treatment of the nonprofit organizations that operate its
Government-owned (GOCO)laboratories resolves any doubt about the
agency's failure to respond to the President's policy. Sectipn
202(a) of Public Law 96-517 says: I

f

2

t
i
I
t
j

i

I'
~



3

The Federal 1\cqnisition RegUlation (FAR)

"••• (12) section 9 of the Federal Nonnuclear Energy
Research and Development Act of 1974 (42 U.S.C. 5901,
Stat. 1878)."

t

I
t
t
I

I
I

"Each nonprofit organization or small business firm may.i••
elect to retain title to any subject inventi.on: Provided!,
however, that a funding agreement may provide otherwise I(i)
when the funding agreement is for the operation of a I
Government-owned research or production facility •.. " I

!
P.L. 96-517 went on to change DOE's statutes as they relate t~

small business and nonprofit organizations. Section 210 (a) I
says: '

"This chapter shall take preced.ence over any other Act w~ich
would require disposition of rights in subject invention~ of
small business firms or nonprofit organizations contractprs
in a manner that is inconsistent with this chapter, 1
including but not not necessarily limited to the following:

!
I

" ••• (6) section 152 of the Atomic Energy Act of 1954 1(42
U.S.C. 2182, 68 Stat. 943) i I

I

881
f

With parts of its basic statutes repealed, the Department ca~
only insist on taking title to inventions made by the nonprofjl t;
operators of its Government-owned laboratories by using the I
(GOeO) exception in section 202 (a) (i). DOE has consistently (used
this exception since passage of P.L. 96-517 and insisted on t~e

right of Government. ownership. This is exactly opposite to tpe
President's memorandum directing agencies to allow contractorl
ownership wherever permitted by law. !

i
i

DOE is not in compliance with the Federal Acquisition RegUlat~on
which implemented the February 18 President's !'lemo. The Narc~l 28
Final Rule was published just two days before the Patent Partl
(Part 27) of the FAR was issued as a final rule. The FAR I
contains a Government ownership patent clause for use in I
exceptional situations that is significantly different from t~e
clause that DOE continues to use in virtually all its contrac~s

without any authority other than reliance on the above quoted!
sections of their statutes. I
One significant difference is that the FAR clause does not al~ow
the Government to automatically obtain rights to inventions that
a contractor has made with his own funds prior to the contrac~.
The DOE clause may include a provision that allows the agencyl to
require the contractor to give the Government rights in its I
privately funded inventions. This is in violation of the FA~

clause and in direct conflict with the President's !'lemorandu~.

I
i
~
]
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I
I
I
I
!

Conclusion I
!
{

Althought DOE has wide latitude to make class waivers under t~o
major statutes, a Presidential statement of policy objectivesl
that coincide with the objectives fOr issuing waivers under one
of the statutes, a Government-wide statute that directs nonprofit
contractor ownership of inventions unless an exception is mad~,
and internal procedures that indicate flexibility, the agencyl
continues to support and impose a policy of Government ownerspip.
It has even continued the reference to the superseded 1971 i
President's Memorandum on Patent Policy in its most recent Final
Rule on patent regulations notwithstanding that is inconsisteht
with the February la Memorandum. •

4
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Annual Report of Monetary Awards Program

'rO: A/Administrator .
.1

NB/Chairman, Inventions and Contributions abard

I
t

Section 306 of the Nationai Aeronautics and Space AC~Of
1958 authorizes the Administrator to make a monetary rward
to any person for a scientific or technical contributiion
which is determined to have significant value in the ~onduct
of aeronautical and space activities. Enclosed for y,our
information is a summary of the awards granted durin~ FY 1984
under this authority. Also enclosed is a breakdown by NASA
installation of the number of contributions and doll~r amount
of awards granted dur ing the year. 1

J
The total amount of awards granted during FY 1984 was
$250,050. During this period 1,560 individual award+ were
made, 428 to NASA employees and 1,132 to contractor ,mployees.
The dollar value of the awards ranged from $100 to $15,000.
Each cash award is accompanied by a Certificate of R~cognition.

. I·
Twenty-two awards in the amount of $1,000 or greaterlwere
granted as shown. These are highlighted by the $15,POO
award to Robert E. Fischell and his co-contributors bf the
Applied Fhysics Laboratory, Johns Hopkins university~ for
development of the programmable implantable medicatipn
system; and a second award of $10,000 to Frank H. Noaa,
Marshall Space Flight Center, for his development ofl
the P9wer factor control system for AC induction mO~brs.

Mr. Nola's initial award in this amount was made in 11979.

I
I
]

FROM:

SUBJECT:

•

(Distribution List Attached) j'

1
f
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SPfoCE rcr AWMOO PRX:RIIM srl\TUS

lNVfNrIONS NI) awnufUl'lONS OOMO

'IUI'I\T.: F'Y' 83 'lUl'AL: f"{' 84
NIIS/\ L'ON'rnJ\C'I'OR CCMlllNED NIIS/\ OJm'AACl'OR lXMBlNED

EMPlJJ'iEES EMPlJJ'iEES 'lUl'AL EMPlJJ'm'S EMPUJ'm'S 'lUI'AL

AW1\ROS roR SCIEm'IFIC AND
'lrolNlCAL CXNrRIBUTlONS

Total Number of Awards 115 104 219 137 93 230

Number of Contributors 165 164 329 267 161 428

,Nl.U!tler of Awards of $1,000 or More 13 4 17 14 8 22

Total Value ($) of Awards $68,550 $45,100 $113,650 $86,100 $50,750 $136,8SO

IIWMOO FOR TECH BRIEFS
<-

Nl.U!tler of Tech Brief Awards Nil\. NIl\. 845 Nil\. NIl\. 646

Number of Contributors 250 1181 1431 327 805 1132

Total Value ($) of Awards $25,000 $118,100 $143,100 $32,700 $80,SOO $113,200

Total Value ($) of Awards $93,550 $163,200 $256,750 $118,800 $131,250 $250,050

OCtober 26, 1q84
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Memorandum for Howard Baker

RE: Department of Energy Delays Implementing the Administratibn's
Technology Transfer Policy I

I
The Administration from its earliest days has sought to fUll~

integrate the benefits of the $55 billion of Federally supported
R&D into the economy by allowing for the decentralized manage~ent
of inventions by universities, contractors, and now Federal I
laboratories. This policy accounts for the current U.S. lea~ in
biotechnology through university- private sector cooperation ~nd

is fundamental to U.S. success in commercializing new discoveries
in superconductors. i

~
In 1980, 1984, and 1986 laws were passed clearing the way forl
this decentralization to take place. State and local govern~ents
have applauded these new policies which are instrumental to lpcal
economic development. States such as Tennessee are relying oh
R&D f~cilities such as ?ak Ridge Na~iona~~abor~tory to ~pin ~ff
new h1gh technology bus1nesses to d1vers1~ the1r econom1es. 1

I
The President issued an Executive Order on April 10, 1987 I
directing agencies to speedily implement the new law allowin~

Federally-owned and operated laboratories to cooperate with the
private sector, and to review agency policies to grant greate~
technology management authorities to all contractors. I

DOE appears to be actively resisting implementation of the
Administration's technology management policies because they
represent a loss of control for the Washington staff. The
following facts have recently come to light:

I
-- Oak Ridge Vice President for Technology Applications, Will~am

W. Carpenter testified April 30, 1987 before the House Scienc~
and Technology Committee on problems being encountered in 1
commercializing Oak Ridge discoveries. Mr Carpenter said thaq
prompt compliance with the Executive Order by DOE was essenti~l.

as61«:5e--~k-z.( .., J.5' .!

--?ak Ridge recently made important discoveries in ne~ ma~eri~ls
Wh1Ch get stronger when heated..~ have great pot.en t i.a L 1nl
restoring U.S. competitiveness in heavY duty engines~aa&Oak!
~ leader in advanced ceramics. Oak Ridge estimates that
these two discoveries alone represent U.S. industry profits o~
hundreds of millions of dollars in fields where we are falli~~ I

behind Japan. Nevertheless, current DOE practices make~t~
contractors like Martin Marietta petition Washington P8eeftt~bV

i¥~t for the ability to management their own~Ol1s. 1
/1'1,(, ..,'0 e.J - .-(o'P::J
--The Department of Energy has opted to continue current i
practices for laboratories performing defense-related R&D suqh as
Oak Ridge, Los Alamos, and Lawrence Livermore. The Universit~

I

of California which operate~ Los Alamos and Lawrence Livermor~ is
. I

L/
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under intense pressure from DOE to bow t3."continued .c~:0peJ/ ~ I-,'rIl
Washington management of its technologiesA, It appears that t~e c~~~4tl
University and its Board of Regents will fight the DOE policy •
because of the potential waste of valuable discoveries. i

t

~~~~e~t~~~haie~~~h.i~~;ug;~ir~~:n~e~~r~:~~~s~fa~~~:~s~~n~~:c!ors
to manage all non-classified inventions. This practice has fueen
in place in DOD for years without creating any security problems.

I
--If left in Dla~e the DOE DQli~Y ~ill haY~ g ~hilling gf!~~i Qn
D~~ ~QIDD~titiY~ne~s in fi~lgs like S~DeL~Qnd~~tQLS ~he~ ~(fg~~
fieL~e JaDan~se ~QIDDetitiQn~ DOE currently funds much of thel _ t
U.S. superconductor research. The DOE policY ~lSO grQay'Y ~uJ.t1
retard economic development efforts in states like ennesseel New
Mexico, and California where DOE defense-related laboratories are
potentially rich sources of non-classified inventions which ~an
create new jobs and businesses. I

,I

It would be very helpful if you expressed an interest in the!
implementation of the Administration's technology transfer I
policies ~epartment of Energy and asked that DOE keep a m~"mber
o~aff updated on compliance. This should include direct
ontacts with important DOE laboratories such as Oak Ridge, ~os

Alamos, and Lawrence Livermore. There does not appear to be ~ny
justification for DOE to have arrad' lly more restrictive p~licy

than the Department of Defense. I
~

Oak Ridge has expressed the belief that if this cannot be
accomplished voluntarily, new legislation will be needed to i

remove any discretion on the part of the DOE Washington staff to
interfere in local technology management unless the discovery is
classified. This a~~ear~~ be an embarrassing alternative for
the Administration. V~ J, I

L" Jlc( .
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I
DOE PATENT OPTIONS

1. Divide by funding streams. For some streams, DOE class!
waiver would allow first option in the Contractor under!
standard contract terms. For the other funding streamsA DOE
would have the first option. I

]
~

2. Divide by funding streams. For some streams, DOE class I
waiver would allow first option in the Contractor under I
standard contract terms. For the other funding streamsA the
Contractor would also have the first option, but all pa~ents
would include a provision allowing DOE to direct licens~ng

.in specified fields of use. I
f

3. Treat all inventions the same regardless of funding str~ams.
Allow first rights in the Contractor, but include a I
provision in all patents allowing DOE to direct licensi~g

in specified fields of use. I
i

4. Divide by funding streams. For some streams, DOE classl
waiver would allow first option in the Contractor under I
standard terms. For the other funding stream, DOE woulq own
the invention, but contractor would apply for the paten~ to
protect its interests and have a paid-up exclusive lice~se

for all uses other than specified uses, which would be I
retained by DOE. This would allow DOE to retain title as
the nominal owner, but allow the contractor to control dhe
content of the· patent and all non-specified uses. I

ts
5. The same as option 4, but do not divide by funding stre~ms.

This would conform with existing statutes, not require 4
class waiver, and, I think, meet nearly all practical I
objectives of contractor control. 1

r
NOTE--I think all of these are a bit stronger for DOE than tThe
present system, under which I believe all contractors receiv~ a
nonexclusive license. The existence of these nonexclusive !
licenses eliminate the ability of DOE to grant exclusive lic~nses
to packages of technology at some future date without some f~rm

of march-in action. 1

-.._- - .--------
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See:tiQn A

The Secretary of Energy shall:
a) rev1ew all r.gulatiorl~;. p'JJ.!c:ies. procedu.re•• and

&l.OtninUtutive p:octl.lses o.llSoc1ued w1th the lX)!:' a
National Labora,:orieG Oirectou' ability t\o;

1) form collaborative rolationlhipa/aqueJltents'wJ.th
private industry or univarsitie"

2) erUct ·work-for-ot hers" I
and 3) operate u•• r facilities.

b) review procedures and ragul&t!Ons involving the
management of intellectual propetty right. ~or inventions
t.echnical data, and software develope4at the National
LCOl'atorie, Or as a result of coll..bora~lve ".D
agr.ementl,

c) rtview rOIA policies and pro~ed~rel to enlure that th~
are Mt incond.tent wUh the purpo... of thb &Ct.

4) for~l.te and carry out a comprehen.lve .et of ,
regulat!.ons/;l.\idelinu/proeedur.. t.o a4<lance the 1"01101•• I

!
f

ot this aCIt , bued on the dor-.nen!:ioneet 1'_1.1. I.. I
I

e) report to COngnu and the 'redcSltnt within to 4aye the 1
.tatus ot this revitw and implement the comprebtn.ive ••tl
of p~ced~re. within 180 day. of .n.c~nt of thi. ~il1. 1

8~t~nl

fbe eonor.e. authorizes and direct. that ·the comprehenllY8 let of
r.g~latlon. anet procedure. authorising the DOl National
Laborator,y Direotor8 to ent.er int.o collaborative R. A D a,~...ents
and managing intellectual property a••oc1ated with the National
Llboratory invention., and techniaal 4ata - be 4••i;ne4 and
eX8G~t.et accor4ing to the following principle••

,

tol
\,that the 1)02 appzocval p:roc:eu be deoentr.UII.4 to the

extent pou1ble, by ;rantJ.n" final approval authorit.y
the POB r.;1on_1 £1014 operations offie.1 for the
m.3cr1ty of such Collaborative agreements and other

3)

2)

4)

1)' that the regulations and procedure. be uniform and
stan6ardi••4, to the great.st extentpos.1ble, for all
DOB National ~abQratori•• , energy-ba.e4.and d.l.ne.
pl'ogram labOratori•• ,

~
that the review proce •• by which the Lab Dlrectors enter!
into collabOrative agreemente or pedorm WOt'lc fOr ot.hel'e'
be Itreamlined and expedited, I

i
that the paperwork. and levels of review r~u~Z'e4 for DOll
approval of such agreement. be mln~mi.ed, !

I
I
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~
i

activities nece.Sllry to marlalle thl!! illt.u; ).,;(;\.1.: .. 1 "~112(.;;:!e.y
and teehnical <!ata. an~ thilt f in..l ill'~ll:C;V~! t~;~;;()~.j lr 110
applicable to criteria for iscuino ~'Ji(.\t:li!:cr, :'C\l" !"';::'rlt
clallIes of ll;rel'Sllent/il to be ente:.~d into :J~,' chI!' !
laborllto:-i... 'fIJ\. IllbCltatorieu rnay then IiJneC!l: into $u!;h
a,ireBlllenta without clIse-by-culIAoorovAl. Mtar
iU\,IAnc:e of '~ch gUieSelinea, eh" roh of tl~e I)()f: s

reiional field ofHces ahell be to period.icany rcwlOwl
the ll,ulIIII.nt;. made b~ th. laPorato: iea and. AI i
appropriate. ilsue ~urther guidance for fut~re I
UI'e..nh, - I

~•

t
f
j

, I
that il\t~l8CltWll property b. ac!aquately protected and.!
mp,&lJe4 .0 a. to lII&Xilll.. ita cQIIIllerci&lization I
potent:~·1

t
j:

that:. the National Laboratories' entreprtneurilll
activitle, be enhanced 10 II to increase the
LlborltOrie.' contr~ution to the u.S.'s ability to
co=pete intern&tiona~lyby apeeding up thu tran.it!on j

h'Qll R , D to product development, t!) the maximuln ext_ht
19 a. ftot to cletnet hOla the labor_tod.. prilllar:,' I
eneZ9Y. Duele.t', oZ'defenae-relaced minion'" !

t
tbat. the.e entrepreneura1 activit18Q are cOequAl with I
the other mia,iona with which the national l.boratori~a
1'aave beaZl charged. . !

~
that criteria ••tablilhed to i~lem.nt the ob~ectiv•• pf
thi. aClt 1:10 pu1:lU.hed in the r.4.~a1 Regilter and i
4h••J.Date4 to aU J:elevaZlt organhat.:l.ons. I

1s
l

~h&t tn4u.tr~ p,J:ovicle C1o.t-.harinq for collaborative
• I D .,~.".D'" ,

51

71

91

8)

6)

-;
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I
of' lil~ i'iatiClII,t1 ~,p~~~s~lIfUff-,M '1 !!)ef(15

j ~

, u.S.c."'f301 eH~4' I. It·!' !'lllJ"':-\'~ ('1' such .'\1:1. I
~ TITLE IV-TI~CH\()LOGY \1.-\\A\GE-

, I
4 ME:'\T AT TliE 1)J.::PARTMENT 10F

I

5 E~ERGY!\ATIQNAL LABORAlfO-
6 RIES I

7 SEC. 40,. ""'DING$.

,"';

8

9

10

11

11

13 .

14

u
16
17

18

19

The Consreu finds thal-

(1) private indusay has sreat interest in sci6.tif-
I

le collaboration with the Department of Encr8~ Na-

clonal L.aboratories but only if che prelCDt oJpan.-
. I

t
ment'of Eneqy" laboratory contrteUIlJ PJ'OCCI1 can

{

be ttreamUned and incellecNalpropefty "~i.teel
J.

with joinc vencures. adequately protected; I
• '2 I
(21 mdqement IUthoril)' for intellect""t strop

{

e~' ,muS! be "ranted to the Directors or the Dt'pan-
• I• i

ment of En....)· National L:aborltories to ensurcj that
{

the~' can nCl0ti.le with indusay to sct up c:ooPcra
t

rive feJtllrCh and dCl\'elbpment apmentsi

"""'" ., ......

------

w

DOB 0' Qt.,

Sec. 401. OBJBe1.'IOlt1l!lLB - Findln9' (2) .bould be \ /
cS.l~t.t!_ It etit••tfiii iaaDa9...ntauthodty .u.t be I v
Ira tet! to La~ Di~eeto~••0 they can neGotiate cooperativ~
• ~~ ~9re.lll.nt.. We ob~eat to 9Lvift9 all av.thodty to tne I
~ag u1rectorl. 1,". ........... .. ....,_. 1

.ee. '01. prapose4 RevL8ioa. I.~
Raplace rs.n4ing (21 with the follQWing .t:atemelU:I l
"(2) an expecUte4 S)roc••• il needed for managing .n~ and ain
intellectual proptrey that i ••1ini~icant to a cQllaborati~B
• ••. _ • •• • .-,...• _..... _ .,." • I. • • • . ... i,

l~_~_
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-~,()'.-/ 1)1 the I"r~i.e.lI Dl:r;,"ll1~111 uf Enersr ~\iCY of

di~s~rl'inltins computer sorl ware pUblic:ally, ~ia the
~

Natiorlal Eners~' SClt'tware Center, despite i~ COm-
. {

tn~rci::tliultiol1 polenti'I, has lit limes. benefil,d for.
~

(i~n companies and there should be a timet);. con-
f
I .

. ~i~lenl review procedur( to ensure that comn-jerciil.
{

~
j

I
I
I
I
!

I
i

• •

/
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i-z",n&tl f~~ ilO CO'tlSleteta.~ wrrcn M.,ftwUT~ is dt:·l
{
I

\'elop\'d II1mj~ l)t'J'li.lrtnll:l\1 ,.1' J:.nersy ceneae: 0'
f

nllty have involved. S<lnW !:kr:lOIrtmcnl of Eners)1
!

(undins: I
(4\ the Department of Ener!~' National Laborat

. I

tortes mU~1 be: pereeivedus "user-friendly" in ordef
.. I

for industry to seriousl)' consider the laboratorie4
!

pareners for collaborative research and development
f
1

{

venrures:

•

if-

(5) the National l.llboratories must a,urasM=lt
~

seek contact with private ind".tri. to ea.sure thAt
I

the)' rec:osnize the technical and scientific cxperdsF
~sident in these laboratOries, in addition to pub~. ... I
in, the u\'llllaoiliry of user f-=i1ities an4 technol••

I " d Iea prClJtCll' In proeess;. an 'I
~

(6\ the National Laboratories have demonsnteJt
I· 1

succelllles in technololY alftster Into the privar
seetor but the effon ean be significantly enhanet\d

I
i
cl
i

(A) indust!')' becomell mOre aware ot-tije
,I

11llxwlIoticli resean:h and development projects
i·

lind capabilities; I
I

IBI t~hnulu¥y trilflSfcr is cOl\sldered 0. li'-
• 1

nifiellnt part of the ll1boratory's mission; ~
1 \
~

j

Ir
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V
(C) theIaboraroriesbeccme beue. c:J,J~:llcd

.., in industr~· market requirements: and-
~ (0\ industry gets involved with the labora-

4 torles early ellou,h in the research and develop-

S ment process to direct development of commer-

6 eially viable products.

7 SIC. 4OJ. PURI'OS&
•

8 The purpose of dds tide is tobea.r meet the continuo

9 ins responslblllty of me federal Government to ensure the

10 full \lise of the results of the Nation', Federal invC$lmcnt in

I I research and development in meedna international compe-

11 ddon.

t..,I 13 IIC... I'OUO',

14 It i. the policy of Conpess that intellectUal properly

15 "ShIS in t"MoloS)' or devlca developed at the National

·16 Labol1tones should be conaolled in a manner that pro-,
17 motes the use of .such lcehnoiosy 'and devices to improve

18. che competitive advantap of the United States industries.

19 SIC.... D-!I'INITIONS•.
20 For purposes of this title-

21 (1) The term "Invention11 meant any invention

21 which II or may be patentable or otherwise protecttc!

~3 under title 35. United StateaCode, or any novel vari-

2-' ~[y of plant which is or may be protcccable under the
~ 25 Plant Variet)' Protection Aet (7 U.S.C. 2321 etseq.).
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4

5

6

7

8

9

10

11

12

13

14

IS
.

16

17

IH

19

20

21

22

~~

24

~~

ItNl\lC~'d -'fO .pfQ.ckcc- llJl\. ~ J>e-n,\nmlll~" ~F \\(Irk

under a contract or FundJhi;! a~recmcnl f~11 the eper

Ilion of a National LobN8lory.

(3) The term •'made" when used in conJunction

with an)' invention means the conception or tirst

leNa' reduction to practice of s.uch invention.
•

(4) The term "technical da\a" means recorded

information of a scientific or technical nature rcgard.

,less of fonn or the media on which it ma)' be reo

cotcSed.

(5) The term "computer software". n\eans re'.

corded information rc••rdlcss of form or the meclia

on whic:h it may be recorded eomprisins compUter

flrosr~ms or documentation mereof.

(~) The term "inu:llcctunl flYOI'II:rTY" Inl:llnS pat·

enlS. tr:1dem3rks. copyrights. trude ","'eMil, inllltk

works, and olh~T fOI1'l'\S of inu:lle<:tulll I"rnrcny en

llcted by Consn:sli or the SUIlI:S.

(7) The term "collabOl'nli\'c 1"1lTl~'" IIt'::UISll

parry 10 a cooperative re~cnl'ch ancl 111'''l,'lnl'n,tnt

agreement as defined in PIITUlltilflh (~I.

(8) The term "Iahofator~' I,wncll" Inellnll .u'Y

riShls in intelleclu.l1 prOpl:rty t:(IIl"C:Y~'d lI11.k'l Ihis

,
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~ or ;:ill r'i!lhl~ ill irnellecrua] proper!')' arisins under

~

f,_ ,

:,x
, , ;, "":1:1",1(\1 nj'l'I;lIJl1p :I National Lah()r'IICl1'~·

I
:i
f,
I
t

l

~ Ih,' ,'pl.·rall"!,! ccntract (<1r ;, N:uiol1l1J l.aboralol)' .,
the Unitedwhere riSht~ arc: nOI expressly taken by

SHlt~S Gevernment or by a sulxomractor.
't

I
1

\tee. 40£"l Reguire. ClaE~fl0~ • 'be 4.finltloJ of
"int. lactual property" 1.pro"pei y equat•• all to~ qf
intellectual property. The inclu.lon of ·trl4•••ar.~.· ana
"intellectual propetty enacted by•••~••'at••·, in i
conjunction with ••el. 401 and 401 o~eate. (1) potent~&l ft~
and .ub.tantial UabUit.ie. for the CO'll"~"'ftt ulJ/orlU:'
contractor., (2) a new "clos.d"approaoh to operation ~t the
Lab. and handling Lab-produced technical 4ata, (3) & ne.
'uqu!rement that such data be I.aha",_ only with I
nONUaclo.ure avroementll and (4) lUdt. the lability d;~

oontractor, to build on re.earch an4 4ata prod.OId b,y I
lJI,other lab. - I. ]

'the 4diniUon ot "laboratory~••hou14 be lllolu..f1ed
~y in••rtini «expre.sly" before "conv.y~· and .trik1ng
eVlryth1ni after "National Laboratory· ~c.u•• the Labloan
only own rivhtl they .~pre••ly.r. ;iven by \he GoYe~"'ftt.

f

DOB CClIIDallltl.

.;I

5

\w"

DOl Ce-ellta I

.~

t

I
i

wi

f
sec. 404. DefiD1~ion•• Prope.ad a"1.£~. !. .. .... . . . I

I••u.a raised here need ~urther di.c~••1on/cl.r1fic.tion with
DoB. With r.apeet ~o the definition of intellectual !
property, Current lan9ua;e do•• not equate all form. of I
intellectual property, but. merely liat typ•• that are coveted
by the definition. This does not require that all t~~ 0'
intelleCtual proPetry need to be handled in the .... w.~. I

I
I

1
\
~
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7 /In:NTS.

•

uens;

( 1) to enter into cooperative research and devel

opmenl agreements on behalf of th. Department of.
Energy with-

.
(A) other Pedcrll .,enc:ie.s:

.
(9) unitS .of Stale or 10Cl18overnmen~

. (C) induWial orsaniution. includina cor

peratiens, p:lfUlel'$hipa, and limited pannonh.ip$.,
•cQnsortia, andindP.iSlriai development orpniIa-

12

13

14

IS

16

17

III

19

R (:1) Cl.:S!:H,..-\J. AUTHOlUT\',-The SeCrctOlfi' of E.nergy

9 shall permit Ule director ot any of its Nationa.l L.abofllO

10 nu-
I I

-....;

W"
2U

:!I

'\'1
~.

(0) pUblic and private found.ti~ns:

(El nonprofit orsanizatians inc:ludin&

vc:rsitie5: or

uni- .. .

~3

i'...
(r.) other persons Including licensees of in- •

vcniions, 'll:chnielll dat4 er computer software

•

~~ «wned hy the Nlltioll:t1 I,ah(lrluory: lIml

•

.,

ttl.
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I

~l!r~~I11~'lllS [or Nilll"J1,'1 L;li1q;;I:ll,} (l\\Jll.'ll 11l\'~l\.
- i

nons. technical daru \)1' W111Pllt~t sOft\\'lIn:. '\S5ISI~ed
I

or licensed to the Naticnal Laboratory by third p:ar
t

ties includin~ voluntary assignment by employees. I
I

.(b) SPEC~C AUnlOPJTY.-Undcr cooperative r~Ch

and de\'clopmem agreements entered into pursuant to s~bo
~
{

section (4)(1). the Director of a National LaboratOry
{

• I

I
~

(1) accept, retain, and usc funcia.~
1

services. and property from eoUaboratina parries. a+s
\
f

provide personnel. services, and property to c:olll,bO
!

-i
ratinspardes;1

~

(2) JrIIlt or aaree to JfUt in advance to & col-
•. ~ 1

labol'lltint part}', intellectual propertyU~ or J.
1.._.". , t

lCisnmerns. or options thereto, in any invention. r.c:cm:..
• . 1

niclli d3ta. or computer lIoftware, made in whole or in
I
t '

part by a National Laboratory employee under tht
I

cooperatLve resea,rc:h and devc:lopment ~d
. . I

And \
s

(3) to the extent consistent with Depanmenl o~

. . I
Ener"\' rN1ulrementl'· and standards' of conducto\

1:" -, ~

reni'lit e~p!oyees or former employcos o~ the Na-\
]

tional 1..uboratory to participate in effortS [0 commer-,I
l

~illitC inventions, technical dat~ or computersoft-\
1
't
I

'" ' I" II



\

I
{I .,

1
!
i
I
'I

,j,
I

J{l

ware sll~h I:I1:ployees or 1'0111 H::1 \'1l1pi,':,',·

7

•
"

,

: : I': I, r-:.. '

while in the service of the N3Iion:i1 Lalhll,i\i"I:'\,
"t

t
,Cl ApPROVAl,. OF AOR.EEl\4I'1TS 9'- S1:.CRl!T"R Yo-! I I !r

I
4 the value of an asreement entered into under thi~ ~eclioll'

t, I
5 docs not exceed SI.ooo,OOO, th, &jreemenl shall not qe

!
6 subjccllo the apProval of the Secretary of Ener,y.

(2.) If t~e val~e of an aglC:ell1ent.enlcrcd into und+r

8 this section exceeds $1,000,000. but docs nOI excedd
i
t

9 S10,ooo,ooo (the maximum &mOunt for a cooper.ti..... r~·
f

10 search and development tpeement),thc Secretary ~f
t

11 EnetJ)' or his daipeo may disapprove or require t~e
~

I ,

12 modification of the aaxOCIMat. The aareemeru shall prp-
, .... ~

13 vide a 3()...day period be&iMiba on the d"c the ..rcc:m~nt
a • ~

14 is presented to thcS~.of Bnc:rgy or his dui,net ~y
• • • $

15 'the had of 'lbe NltionaILaborJto1'Y conccmed, witfiin
~

16 which $uch action shall be &:akcn. In Illy case in which ~he
• J

17 SecreW)' of'EncrJy ~r his designee disapproves or k
J

HI quires I.he modification of lIny cooperative agreement p~e
t, , s

19 senled under this section, the Secrecary or his desistice
. I

20 shall rnnsnut a wrincn explanation of such disaPProv.lIllor

21 modification to the head of the National LAboratory con-
t

2.2 eerned. If lIuch action i. not ttak.en ,within this 30-~a~'
."' , i

• I 1

23 period. the cooperative ·research and development agr',et
I

. • 1
24 ment shall be deemed approved. I .

j
i

~,.
~

.."

..,

..,



6 r~lory shall maintain II record of aUasreementt

7 into under this secnon.

• I
,J I

" .),1

5

!
!.' \0/I
j
t
I

~ 'I' I

I
Ilil :,/',11; ,', :,: '.:!',';\ (I;. :\1.',1',1'.1'.:-::,:',1>, I iiI L'IJIl1Uil,l-:!

I
~ (11'(.' !Clt;,j of ;ld :1'~1'·1·11",'·11I~ eruered i,lln 1'\ ,,.:1(:11 N"tIO~31

~ i

~ LabM;,JIOf\ !)irWtll' under this section shall not exceed 110... ..•.

~

4 p.:rCe111 of Ulll! IJbonllory' S annual budget. I
i

{e I lUCOk.OS OF AOR.EEMENTS.-Eaeh NationaJ l.a~o-

onte~
1

!
I
1

I '11

"'wI

001 C' nat'.
1
{

I
{

...,

""'"

s.c. 405. (a), (e), and (4. - P1.11C'l'I~-9!LI - Al1OV. Lab
Direotors to ent.r coop.rative aID 9reem.n I and to wa~ve
DOl int411ectual property ritbt.. t&ll provision, I
applic~le to 411 area. of r••••rcb, il ob~.otionablc fQr
the .ame rea.on•••••ction. 109 and 110 and al.o beeau'. it
purporteto allow one privati party to convey ownershlp!
riinte of the Gov.rnment to anotber private party. It ~s.._- I

unclear Wbetber the limita~ion in s.c. 405(4) r.fe~e to I
nonappropriat.d or DOE funde. 1

I
>;

Sec. 4Q5 (b) and f.). ~BJ~~f2. - A:L1cw. Labl.
Director to n.90tlate int.1 'C ua pro rty licensift; !
agreement., exchange p.r.annel and I.rvice., lieen.e Or j
.1.iVft the right. to lab d.v.lopment., .nd petmit Lab !
.mploy••s to participate in commerciali.ation .ffort. fo~
lab developments. ~he•• aot~v1t1•• already are takinq p~ac.
at .ome DOl tab., but they require .oae aegree of nOB I
oversight, AI written, the le;islation 40e. not even •••~r.
DOE will be nOtified of the a9ft.ent.. !

1

i
1
I

lec. .05. propeaed a..,S,dOIU I
0' (I) with the following. I

aeplac. part. ~H~:i;;O~~h. s.c:retary of Energy 'h·~t tdr
• (a) GSNI'JW,i:e11n88 .~4 procedures thAt pel:'mtt the UCI I
•• tablilh qu l:1ona1 laboratories _D Iof any of! itl na I

and. II\&nacte intellectual SIlfQP.r~y,
(al (2) 1;0 conl;fQl. p~ot:iti.Qor&Code•• OJ:' 4*"e1ope4 .n a., I
aevolOpo4 at DOl naC on h and d.v.lo~nt .gr.8m8~t
te.ult of • COll.bar.tiv·i~!t:~~~on potenl:ial. and to .n.u~.
to eneur. maxim~ C~·~t collabOrative .~r••m.nt. are
that the private pari ~~e ~o .~ClUBiv. ownership of! .uCh
llunted .u~uc;~nLr.~ ..h"A----_ ..... --



'W'

...,

--'

\,
14) (3) to provide no.tlon41 labontiory directou the i
~uthority to negotiate collabOrative nit D aguements in ttl
expeQi t.ious ma.nner U.ncluQin~ final approval by DOE) and tp
ensure that they have the ability to control, prottet, andi
manage all intellectual property riQ,htlil .. part of thela RltO
.;reomant., , ' , I

j

II (b) SPECIFIC ,\tl'1'KOR:l:TY, --Under collaborative R&D .greem.n~s
entered into pursuant to lu);luClUon (a) (1), the DOl I
guidelines/procedurel sh.ll addrass.t & minimum the I
follOWing authoritiu for the Director of a national 1
laboratOry·'

l

M (c) COLLABOAATIVE RESEARCH AND DBVlLOPM!N'1' AORBBHlN'1'5." I
(1) Tne valu' ot a COllaborative a;reemtntthal1 not ekce.a
$10,000,000, and the total 49;re;&t. of such .;r.~ent. '~&11
not axc.ed 10' ot • labor&tor.v·.ann~albu4"t. .

i
I

(2) The apprCIV&l proce.. for DOl overlisht of .uCh re..a~h
anel developmeZlot agreements shall not exaee. 90 dalft an4 .ti.11
be decentrali.ed and thereby deleGated to DOl regional tie,,14
oparatiol\t oUice., to the greatHt extent pouib1e. I

}

"(3) Regulation••etting torth the procedure. and criterl~
£01' collaborative RiD agreement••hall be prom&lgated by ~h•
DO!. Said regulation. shall.be al ~niform •• pot.ibl. fai
all naUonl laboratoriee, energy ani! defu•• pltograllUl i
labor.tori••• • !•
Delete sectlon 405(4). aeplace 'Iction .0S(e) with. I
"(d) RICORD OF AGlIIMlNTS.~·E.ch nat~nal l&boratorysh'l~
llIamtalsi • record of all aorealent.. ent.el:ecl intO u.nder thi•
..etlan, The DOl .hAll lIIB.1nt&1n a co_rehenlin record. +c
all agreements entered into under t.hi* 'Ietion for all th'
nationall$bOratorle., 1

I
f

I
f
{
t

---~------1-- "_ ".~_~ _
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1
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1

i
1

I
·1

I

!
I
i

I

n;;hl., Ulllol.:r ibe C~)Ollc:r:lli\'.: n:litarch lind dc-

such regutailcns. "
I

(2) An}' resuilitions cQvenn. National LaboftltorY co-
,, I

Opetllti\'~ res<:arch ",nd development ......menu uncSes!.-c" -,
.~

lion 405(:1)( I) ~hllll besuided by the purpose of thil!cid••
I

.(h) AOREEMENT CONStb~TrONS.":"The Dircct6r of
• I. i

the Nation:!1 Llibori,llOl)' in decidina what c:ooperadvp Roo

~

scarch and development u,reemenUi to enter into I~.ll- •
. t.·~

(I) give llpecialconaiden.don 10 small buapl_. ~

finns and ,ansani. invoivin. small business firma: .
I

(2) gi,,\! prererence to busineu units locacr in

the Unitcd States. which aPe that produeul.
1

bod~'ini inventions. technical daca or computerlsoft-
:!

I

f

I
(al R,EVUI.\1'I()\'S 0\\'1) PROCWl.llU'.S.-{l) Thc Qtfic:C

, I
of Federal PIOt:U remcut Polie>, may issue reiulations +r let

~
forlh suitable procedures for implemendng the proviSions

I
of section 405(:1)( I) after public comment. lmplemen<-cion'

. i
of section 405(11)( 1) shall not be dellyed until inutA90 of

I

tfor??

~fr:, 4UG-:U"'/'I1 .\ T nl,o,:',I'''-'\I,'·JUN!i.

.,\ til L' •

\'C'I\lI'Il1~1l1 ugrcemeru or produced through the use of

~u.:h inventions. teclulical data or computer $ofrware,

will be: developed and manufactured SUbstantially in

the United 51Itt$:

~'

C)

10

11

12

13

14

IS

16

17

18

19

20

21

."--"

23

24

2,5

)

4

s

,-

~

•
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.: :l
'l!:.;· .. ;~·:..... \':Inall,..' 1\\.' l :)ll~d SI.. :\J,;~. (;\I ...·,:lj;j'I ..:·,l',~d ptJl.

, :'tl~l''-. ,

, ':'. P;':I'\!':c.:~·IO" (lr T~CH"ICAI. I),\TA ,\NI) C<;>Ml'l"j~I,

4 $OFT\\'"k£,-( 1) Technical data or computer software ob

S rained M generated b~o NAtional Laboratory shall not be

6 djsc1os~d 10 the public if the Director of the National Lab·

l~

7 oratory or his desisnee detennincs that- ,

8 (A) the technical data or computer software is
•

9 commercially \'aluable; and

10 (8) there Is • t'CUOftablc expectation that di4c.1o·

II sure of the technical data or computer software could
. "~

cause substandal harm to the ~mmercial application12
wi "

13 of sucb inlorinatlon.

14 (2) A cooperadve' reseatCli and development aaree-
'IS 'ment'\\"hichp~ldc:s chat.technical data or computer soft-

16 ware which meets the conditions of parasraph (I) obtained
0

17 or senerllled- 0

18 (A) by the OepaMment of Energy or the Nation. •

19 II Laboratory pursuant to such cooperative research

20 Ind developln.ent asreement; or

21 (81 under a Nadonal Laboratoay cooperative reo

22 ~C::1reh lind dc\:,eI9pment.

23 $h411 nOI be dhlclosed to the public.
0'

,.; 24 (3) Ooeumeruarion disclosing technical data or com-

25 pUler software ~ubject to nondisclosure under paragraphs



,II.

{,

I
l~l

r'
I
I

: I :1:1,: , 'I ~,haliIlOI hl' (;('i1S1d-::l'd ,~', ;;1:,'1\,'\ 11'lllilb lllldt'f
'. f

':,.: h ,:dOlI1 Cli Iniol mauon ;\';;1 <illt'ln~: ria' lemt (jf Illln~i:;'

.'II)~lJ"c on the public. I
. I

(c] R!OL:l"'TIONS,-Th~ Offiee of Federal I)roc~re •
t
{

menl Polic\' , in cooperation with other interested FedCral
• 1

\
ageneles. shall issue within 180 days after me date of fno
aelme"t of this title includin& 30 days for public comm+t.

f

Tesulations tstabHshin, • standll'd contract e1a. to ifn-
I

plemenl this Sectioll in the Ocparancnrof Iiner&Y canT

for the operation of MY Nadonal LaboralOfY. I

~ •,

.•..
5

6

7

8

9

10

DO. C'Q paUl

wi

1
~:

lec. 4Ulf'AI anet U».~ • A110Va r.,ab. \
ele~t owner.hip io lntell.G~1r1tbt. proteo~~nt
te~hn1c.l data (1nclu41nt .oftwa~) teD*~a~~ a QOI
operAting ~ontract. the 4.~ a110 would b••.-." fr~ JO~
dl.cloaure if t~e Lab Dlr.o~ 4e~ne. it ha.. wleL.l

. value and that diaclo8ure cou14 OAUI. ha:a. fbi••eot~Oft
also would allow 4ata 4.v«lopeet uMu a 000,.1'.t:1.... .1
A9uemeJ\t to be exelllpt ft'CIIIl rau if ~8 .,n-eat: .o!
provi4... Any FOIA 8XelllPt!Ol\ lho\l14 app11 only fol' &1 .
limited UIllI per1ot!. V••ti.. lab. ,,1t:l\ owneI'.hlp of I
intellectual prope~ty r19~~1 ~14 not ftIO••••~&l1 '''~ _be

f
nowaf underlying data to the ~lv.,,- .Ie·tor for I
cO~8tcial1ution and tbu., wou14 bam oe-p.Utiv.n••••l
A1IO, the nee~, of oth.r re••-roherl to eb.~e 1n 46ta ehou14
be protected. The 11cen•• ri;ht: ~~~a-« by the Gov.~.nt
rna)' not be 44.q\1ate in .0lI\O :i.ft.~IlClel, ,uClb a, tn4, !.
secrets, to ensure that the GOv.rZllll.ni: as' ou'I'ClofttZ'actoh
189a11y could enhance prior 4...10pe4 "Clhnology Or cra'"
derivative worka.A ClCfttliot-o'-!lltlr••t GOU14 -ril' .i.~
allowi.n-q tbe lab, to d.0141 ""athar "OU 41eClle.=.. .""'lel
be Illade. Laba WCluld have ftO :I:...em to elllcl0'. 1ntonaAtloa
they cou14 othe~i.e '.11 or u.e 1ft ~t1atln, cooperative
a9rlellle"t.. The prov1don in .eo. 40841:1) C2} 1. IIncleu1

• 1,

I .

",.

. . • ••. :i

Sec. 408(c). 08~ - Charve• OI'PP witb ~••u1nl
iIlIplelllentl..n9 r.91.l1~.hol,l.1c! l ..\1e. aft1 n..4ef!
regulations. . Il

i
t
t



. """ $e~. 408. Propo.ed a~is1on•

Iu
I
~
t
I
'f

,wi

I
I
I

Provisions related to rOlA need to be discua.ed with DOE.l
with regard to comments about ••ction 40.{bl (21, wording ~a8
been changed so that purpoee should be cl.ar. Informatioh
that can lie withheld is that which. (11 h cOllll1luc:J.ally I
valuable or when dieclosure could h.~ commercial Applica~ion
&nd (21 it has been Qlftlrated .a a re.ult Or under a I
collaborative r....~h aei,develOPment Igr'em'Ct. 1

~
Delete in (b) (2) pbr••• "A cooperative r ••earch _oreem.ntl
which provUe. that," aDd replace in (h) (2) (AI "pur,uant '0
ouch c:oo~r..tlve" with ·a. a rtlll1t of • Clollabor.th,," .tld
in ChI (2) (B) replace "oooperative r....rch and developmetli,"
with ·collaborativi r••eareh &Del dlvdOpallnt: agr.8IIlene" \
RMplacl in 408(0) "Off1aa of rader&l Procurtmant pOllcy" with
"Deplrtl'Mht of -'ro." I

!
!
I

wi

, .
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"nd the contractor. cosponsor til' IOIIll \,cllturl:j' is. !
llluk.inS subslamial contribution ol'fl,lnds, (:lciliti4 or

1
equipment to rhe work performed 011 the invention:

!

I(3) if the invention will require substantial .~di.

tiona! investment in development before I produe1 is
I '

creaced and It Is expected that the primll)' rnakec Ifar. ,
&sud! pro4bct II the Uniccd Sta. Oovcnvnenc. I

I
I

"I-
3

4

S

6

1

8

f'~ JIIIl: 4~11

DOl C' s.u.,
•

'"

...~
, "'l.

" ' ,

.~

t
t
);

~
1
t
'.\

~•

1
.~

1

Sec. dt. leQOUtl. I
~

Similar p~OY1.ion 18 found in the Pede~.l Non-nuclear In.~l
Ac:t. of 197., 'ectiOIl 9(hl (2). '1t1U aect.ioft loOuld Only b. !
uled in r&l:'e c..... P\&rpo.. i. to ..Uow the goyerftlllent I
max,illlUIII Uex1biUty 1n ~••• at" the government waa ch. '
only 1091081 or probable cuaCCllftel" foZ' .. p:tOc:1l.l0t chat "'O\I,ld
nqulre coadcs.l"u,le ac1cUUoaal develOpll\ent co.t.. There
w9uld be Ute1. or ee incencive for indual:ZY to £Ul'th.~ "
develOp the,. plroclI.lCt.I, if the govaJ:lllIltInt already btl4 8 I
paid-up lJaenl.. ~hl' wa. Cle.llfted to give ,xCl"a 4ilereCiOGl
to the goWl"=-nt. (Include exalllPh). 1

\ " , , , " ,
,I ,",' I~ ., .... .•l -. "'f', "1'\".

"1' ,.':<,;If;/~;:'
I "": ";"}r,l-,::'::', ..
1\, ~ 0/'1,".;::t',', '·,,,'1..,.:, ;.-.,.ll,' iii,.,,> '

seo. 40.. at 1 - Allowa the Seoreury
to walve GoYerDa Z' ta M' it.tiona where in the
b•• t inter..t of 'the UDtte4 Ih... DOl CIa•• not Icnow of
any .ltuat1ona Wblre .uoh 8 val••r WOQ14 be in the b••t
inter.sta of the UnLted .tate. or Vbe~. DOE proqrama have
sutfered beoaa.e of~t lioen.Lnt :i,h~••
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25
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21
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18

19

20
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9 SEC. 410. IST~Ll.tcrL'''L P:ROP£RT\' CONTRACT PROVISIO~S. .
\ . ,{."~,,.': '

to <a) CON~"CT ,PP.OV1S10NS.-Any Ocpirrme+t 0(';.:..,
, .' '~.."'.:: ~'~ ·"t~

II Energy contract t.o operate • National Laborator')' .ha.,l pro- , .' :' .','
. i .<:;, ',~... i~~~,

12 vlde- j"', ' ':,

1 .::'·;j::i~·;:~:· ',::~

(l) that any rQyalties or ineomo that is "~:;:~.t,:i ,;' .
l "·'·'.t ~:~""~ ,

by the N~tional t.abcQ&ory from me lic:enain, of ~!!:\J<"::'" .\'>
, "_ t ,•. {I/,(~ ."i' 't ....

oratory-ownedinlcUecaaaI propeny rip.. illl .1.~:;;f;';;:::'
I .; ,":.1':1\, 1.0 .-'

fiscal year shltl.be used as aU1horiud undcf ,u'*".,~.' "
~ .. -' '~>~: ~, ., '

tion 201(<:)(7)(1:) of dde 3'. United, Scaca C~·..:~:~~,~~:~:~
f 'j .•:~~~-"~ •

seellon 13(.)(~)(B)(i)o.(iv) ~ seccion 13(.X~'K4#X~«1".'<; •.•.
, . : ,,'II 1".,~I·

'i -,....... ''h"~r :,...".;

of the S&evenaon-Wydlct TecbftoJoay Irtnowd~ 14:;~".: <,.. .',I. :"':~t:t :~'~.:.~.

of .1980 U' U.S.C. 3110c(a)(1)(B)(i)-(1v)! "::,,: .
I. .':.~,,,: ;,~t.~·:' .' ...

371Qc(a)(2)-(4)); I ' .
. I" ,t . • ~.,:: : ~ ;':: ~

(2) that the COI\t ofobWnina and proteednJ iI'{' ... ,: .
t 1'. ,~.-t"."~"

,I ...,:' I:'t\,' " •

reUecnial property ".htt in My invention. tech:.~~~;~.;... :..
data. orc:omputer software. owned by ibe N~~~'}:":'i ' .. ;..... ,;t..~ .,..' '..

t.aboratory shall be paic1 for by the Oep'ial~ ~i~:·:::~~.' .~.
s , , :\"', •I· .:""~'~;':)'=J\ . ... .
s ' ',,:.: .... ::.l·.
f ,.,. ',., .
! .. :'.,!:~~;,:.';~:~', .... :
I "r·:':·~.~~ ~i;:" .:~:~.'.
I ",' "6 .• 'I' ..

t ' -. .'>~':~'~"':~: ''':,\.
i .;·~.l!"-,~:,~:"

·1 :-,.~·;tf~:~:;'::;;,: ;
.; -, ..".~ ,t.,.t."'-'J"'~'

'1 -. ~ '.. ,"~." ',i·lfj.~~·,,~ "'-1'.., f1 .' .~. ',A~ "".t.
! ,." . J.':,i~.'Y~\ }o ~'.\' '

'1. "::::r::~'" :,." .

l'
16 .

c.

.

,
c

.I

~.
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.ix

6

7

J

5

4

..

,1: 1..1
1

~
I .. I. I' I::1:,':::', I,' ! :,.' \' '. ''':111 11<'11 'Ill :;~\ 1'\' rova tv lIlCOIl11:

, . ,.. ~

i'

I';.ll'lkd Iroin 11,1t; 11l.'I!!1sinu 01' Natianal Laboralo~'-. ~

owned il1lcJkl:tlwl proper,:,' rightS: and I,
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