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The authority, as provided to the agency by 35
USC 205, to withhold from disclosure to the
public information, 1) disclosing any invention
in which the government may own an interest for a
reasonable time in order for a patent application
to be filed, and 2) copies of documents which are
part of foreign or domestic patent applications .•,

The authority as provided to the agency under 35
USC 204, to waive the requirement that when a
small business firm or nonprofit organization
grants an exclusive license the licensee must
agree that any products embodying the SUbject
invention or produced through the use of the
subject invention will be manufactured
substantially in the United States.

Heads of PHS Agencies, Centers and Institutes
(Delegatees of October 14 Memorandum)

The authority, as provided to the agency under 35
USC 202 (c) (7) (B) prior to its amendment sz P.L.
98-620, to on a case-by-case basis approve longer
exclusive licenses than specified by 202(c) (7)
(B) to organizations other than small business
firms.

The authority as provided to the agency under 35
USC 202(c) (7), to grant approval of the
assignment of a subject invention to
organizations who do not have as one of its
primary junctions the management of inventions.

b)

d)

c)

a)

From: Assistant Secretary for Health

TO:

I
Public Health se~\lice

I
Office 01 the AsJistant Secretary

for Health i
WashIngton DC ~0201
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Under my authorities under Chapter 1-901-10 of the departm~nt
Organization Manual, I am delegating to the delegatees I
indicated in my October 14,1987 memorandum implementing the
Federal Technology Transfer Act of 1986, the following agehcy
responsibilities under P. L. 96-517 as amended and as I
implemented under the Department of Commerce regulations I
found at 37 CFR, Part 401 (Attached): I
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Delegatees of October 14 Memorandum

e) The authorities provided to the agency under 35 USC!207
and 209 where delegated to you by my October 14, 1987
memorandum. (35 US 209 sets out the procedures and
conditions that must be undertaken when exercising tne
licensing authority of 35 us 207).

All other agency responsibilities specified by P.L. 96-51 ••
as amended, will be retained by ASH. As necessary, the
delegatee shall discuss the exercise of these authorities
with the Department of Commerce, who is responsible for
implementation of P.L. 96-517, as amended, through their
regulation as 37 CFR, Part 401, copies attached hp.rewith.
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37 CFR Part 401 ~ ~ ~ .. ... I
Rights te Inventions Made by Nonprofit
Organizations and Small Business flnns;
Final Rule I
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DEPARTIlENT OFCOMMERCE

Office oltha A..latant SBcratary lor
ProduCllYlty, Technology and
Innoyation

37 CFR Part 401

(DocI<at No.4127..70061

Rlghta to Invantiona Mada by
Nonprollt OrganlzaUona and Small
BualneuFlrma

AGENCY: Assistant Secretary for
Productivity.Technologyand
Innovation.
ACTION: Final rule.

aullfllAllY: Public Law 9&-620 amended
Chapter 18of Title 35.United States
Code. dealing with patent rights in
inventions made with Federal funding
by nonprofit organizatiolUl and small
business finns. It also reauigned
responsibility for the promulgation of
regulations impiementing35 U.S.C. 202
through 204 and the establishment of
Itandard funding agreement provilionl
from the Officeof Mangementand
Budget (OMB) to the Secretary of
Commerce. Thi. rule make. final the
interim final rule published in the
FederaJ Regilt.. on July14.1988, end
Incorporates minorchange. al I re.u1t
of comments received on the interim
final rule.
IFFlCTlYl DaTI: April 17.1987.
I'OIII'UIITHER INFORllanoN COIlTACT:
Mr. Nonnan Latker.Director,Federal
TechnologyManagementPolicy
Divilion, Officeof Productivity,
Technology and Innovation, U.S.
Department of Commerce. Room4837,
Wuhinstoa. DC 20230. Phone,202-3"-

- 0859.
BUl'PLEIIEHTARY INI'OIIIIAT1OfC

Background
Public Law 98-620 amended Chapter

18 of Title 35.United Stat.. Code.and
asalgned regulat01'1 authorit)' to the
Secretery of Commerce. The Secretary
h.. delegated hi. euthority under 35
U.S.C. 206 to the Aisiitant Secretary for
Productivity,Technology and .
Innovetion. Section 206 of Title 35U.S.c.
requirel that the regulation. end the
Itandard funding agreement be IUQject
to public comment before their iOtiuance.
Accordingly, on April 4, 1985, the
Aui.tant Secrelary publiahed a notice
of propoled rulemaking in.theFocIeraJ
Regiltor (SO FR13524) for public
comment. AI noted at that time. the
regulation clolely followl OMB Circular
A-I24 which the regull tion replaced.
Differencel between the propo.ed rule
and the CIrc:l1ar were highlighted in
Supplementary lnfonnation

accompanying tJ>e notice of propoled .
ralemaking.

Additlonally. 10comply fullywith
lection 206 of Title 35 U.S.C.• tI.
Deparlment published in the FodenJ
Register [51 FR25508) on July14,1988, a
final interim rule and requested
comments by September 12, 19111S.

Copi.. of all comments received ...
made available for public in.pecti ill
the Department's Central Referenee
Record. Inspecttcn Facility [CRRIi'}
Room8828 in the Hoover Buildq.

Infonnation about the availahihty of
the.e record. for Inspection may be
obtained from Mro. Hedy Wal.... at
(202) 377-3271.

Treatment of Substontativec_
on InterimFino/Flu/e.

A number of commentl frmft eilbt II}
different sourc.. were received CD the
interim final rule in respClllIO to tho JlIIy
14.1988 notice.

The Department of Eneru IDOE}
submitted five comments on the inleriD
final rule. All of the comments were
found to have merit and have been
.incorporated In the final rule al follows

DOE'I fll'lt comment relat.. to a
luggealed c1lrification in the dillcuuion
portion of the interim final rule relaliDl
to 1401.3(a} [2). DOE'I concern Ie that
the dilcuslion "USSestS that thl right of
the government to declare exceptional
circumstance for national lecurity
reasons is limited to "some limited
liluatione- and that applicauca of thIa
leetion II therefore limited to situatlona
where the invention report ia c',uWed
DOEcorrectly pointl out that thIa lallOt
consistent with the actualla~ of
the regulatillll.We agree that tha warda
-lome limited liluationl" Ihould no4

.have been lIIc1uded in the discuaaiaD
portion of the July14,1988 notice.

DO£'I lecond comment stat", that the
reference in the discussion portion of tha
interim final rule. in 1 401.14(b} to
DUeleer weaponl programs il
inaccurate. We agree that the word
nuclear ahouJd not have been iDduded
in the d1lcullion of 1401.14(b).

DOE'I third comment IUSSesll that
1401.3[c} be reviled to be consilt...t
with 1401.14[b). which pennitl DOE10
draft a lub.tilute clause. We agree and
have Included the wordl, "or Illhatilute
thereto" after the reference to
1401.14(b) in 1401.3(c).

Another DOE comment IUSSesllthat
1401.13(c) (2) gael beyond the aimiIar
provision of OMS Circular A-I24 by
appearing 10 preclude confidential
dilclosure of patent applicatione or
infonnation which i. part of a patl!lll
application obtained under the c1a_ to
other agencies or contractor. 01
government asencies. We have clarified

•••

f
this by adding the following a9dilional
language to the end of 1401.1~(c) (2):

Thi. prohibition doe. nol extend to
.selo.un to other government a8~nciu or .
CQrttractof'l of government .lIenci~. under an
obligation to maintain IUch inf01.alion in
eonfidence. ';

DOEal.o IU88estl thstI401.13(c)(3)
II llAIlBCellary in view of 14Oli.13(c)(1).
Ho_er, DOEIU88..ls thel iflil is
relained,1401.13[c)(3) should be limited
to the lame time period as 1 44t.13(C)(1).
We agree but have made no c~enge
bacaule the Iinguage of 1401.13(c) (3)
already refero back to and incdrporat..
the 1401.13(c)(3} already refer~ back 10
aJld lnCllrporate. the 1 401.13(~j(l)
1imI/at&>n.:

DOEalso Itates that in 1401!15, ftrst
..ntenee, third word from the Ipst word.
-of' should be "or", We agree .,.d have
IIl8de this change. !

Finally,DOEIU88e.ts that 1Et.15[b)
ahould have the followins five l"'0rd.
MldedIt the end: "Unle.. it hal been
llcenled:' We agree and have ;pcluded
tIlese five wOrdl at the end of !
'401.15(b). I

Another peraon lubmitted s9'
Cllmmentl which bave been treated ..
&allows: I

The firat comment IUSS..t. that a
Iratement be added to 1401.3(Q) u
follows: "the Department of En,rgy may
only exercise the exception at ~ 401.3(a)
(4) w111t regard to inventionl allthe
flcillty that are made directly and
primarily with funda provided tly either
the Department'l naval nuclear!
propulsion or nuclear weapons ~lated
pIOgrams.'1 This comment was not
accepted lince the statute do..lnot use
these terms, Further, all dete"!"lnarionl
made under secuon 401(a)(4) by DOE
are subject to review by the Department
of Commerce under 1401.14[f) and eech
determination will be examined to
ensure compliance with the lav.{.

The second comment points <lUI that
ill order to make a determination under
1401,3(a)(4), an agency must fi~d one of
the conditions set out in 1401·3[a) (I),
(2)~ t3~ We disagree with this!
interpretation as 1401.3(a) (4)i~
independent of 1401.3[a) [I), [2)and [3).

A third comment sUSSe.1I thait
consideration Ihould be given tt)addinS
language to 1 401.5(g) requirins !he
contractor to return 8 .ignifican~ or 8
IIlBjor portion of income to the f!,cility at

.i wbich the invention wei made. lI'his
• iIIue wal di.posed of in the earlier

interimfinal rule notice of July.~4, 1988,
ClZI plse 25509 under the discuu!on of
1401.5[f). Themallerofroyalty.d1spo.al
Ie one that is b..t left to negolia/ionl
batween the interested partie•. I
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The fourth commenl relates to Ihe
I.ngu.ge in t 401.5(g) reg.rding the
physical locstion of contractor
employees responsible for licensing of
facility inventions. Th. comment
suggests that 401.5(g) expressly atate
that contrectors be obligated to
maintain personnel responsible for
Iicenaing at the facility. However,
.nother person requested that the
.ub.ection not be interpreted .trictly to
require that such a person be physically
located at the facility. Seclion
202(c)(7)(C) of Pub. 1. 98-620 indicates
that licensing be done at the facility, "to
the extent it provides the most effectiva
technology tran.fer .. r, We believe this
language preclude. arbitrarily requiring
that licensing personnel be located at
the facility.

A fifth comment recommended
requiring DOE funding agreementa 10
confonn to the language prescribed by
t 401.14(b)(2) when the excepnon at
t 401.3(a)(4) ia uaed. This w.. not
accepted, Allhough _ have. in fact.
pennitted DOE to use a aubstitut. claua.
for th.t set oul in t 401.14(b)(2). w. will
be reviewing.1I .gency ~Iationa
including DOE'a to enaure complianc.
with the law and regulation.. including
aUlUbatitul. c1.usea eentatned in
agency regulaliona.

The flnal commenl of thi. second
person ia that we modify the alat.m.nl
in t 401.15(a) that "within 90 d.ya .fter
rec.iving .. :· to read: Within 90 daya
.fl.r ..""iving • requ ..t and aupporting
inform.tion or sooner if a atetulory b.r
10 p.t.nting ia immin.n~ the .gency
ahall either make a d.termination or
infonn the contractor of why.
determin.tion h.. not yet been m.d.
and wh.n one can re..onably be
expected.·· This comment was Dot
acc.pt.d. At this tim•. this ia a m.tter
b.at left to the partiea to d.termine on •
c...·by-c.se b.aia.

A numb.r of commenta were aI.o
rec.iv.d r.garding e typographical error
in the "Background" section on pege
25510of the July 14. 1986 Federal
RoPier notice. Th. word "not" w..
inadvert.ntly left out of the l..t
••ntenc. of the firat pll1'llgraph
discuaaing I 401.7.Th. a.nt.nce ahould
h.ve re.d .. followa: "thia ch.nge haa
been m.de becau.e sm.1I buline..
preference ia not inlended to inhibit
induatri.laupport ofuniYersity:
research,"

Two commenll were received th.t
relate to the exceptiona to be m.de for
h.ndling of inventiona if they are under
reae.rch .t e govemment·owned.
contr.ctor·operated f.cility (GOCO):

The firat comment reI. tea to the
requirement In t 401.5(g) th.t .pecifiea

•
I

th.llncome be Uled for purpo...
"consistent with research and ..
development mis.ion .nd objectiv.. of
the facility." The eommenter .ugge.la It
would b. pref.rable that a university be
able to direct the net royalty income to
the moot promi.ing re.earch needs,
which may not nee....rily be conai.tent
with the objective of the GOCO f.cility.
We cannot accept thislU88estion sinee
the 1."gu.g.i8 the regul.tion i. bas.d
on the statute-Pub.I. 98-620.

Th••econd comJll.nt goo. on to atete
that 1401.5(g) further .p.cIfi•• th.t if a
licen.ing program i••ucce..fuL then
above a c.rtain point. 75 p.rc.nt I. to be
paid 10 the U.S. Tre.aury. Th.
.ugge.tion i. th.t this reducea the
tncentive to b••uceessful, and
recomm.nda the deletion of this
requirement. Ag.ln. w. cannot accept
thia .ugg..tion since the regula lory
language h.rein ia b..ed on the
.tatute-Pub.I. 98-620.

A third comment references th.
.p.cial elau•• entitl.d. "pat.nl right. to
nonprofil DOE facility op.ration.:' The
comment .tat•• that thi. clau•• remov..
a subjeet Invention fund.d by the naval
nuclear prcpulsion or we.pan. relaled
progr.m. of DOE from the normal
preaumption ofright. to tb. controctor,
and require. the p.titioning proc... th.t
wa. in effect before the en.ctment of
Pub. 1. 9&-517. Th. eoncem Ie thai if
thea. program••re exempted, then there
m.y be additional propoaal. to delete
other progr.m. from the full operation.
of Pub. 1. 9&-517. The comm.nt tben
conclude. by recommending tbat this
.pecial clause not be implemented. We
cannot .ccepl this recommendation
.ince the .tltule. Puh. 1.~ giYee
DOE the diacr.tiona". authority to uee
this for III nav.1 nucl.ar propul.ion or
w.apon. related progr.m•.

Anoth.r comm.nl rec.lved relat.. 10
t 401.14(c)(I). which caU. for disclosure
by a contractor to the controctlng
governmenl agency of .ach ".ubject
inv.nlion .. :' within two month. of
the tim. il i. di.closed by the inventor In
Writing. The commenter complain. th.t
two month. i. "too h.r.h." We do not
.ccept this comment for two re.tIODI. (t)
Th••Iatute. Pcb. 1. 98-e20, u... the
word. "re.tIOnehle time" and we think
two month. I. re..onable: and (2)
t 401.14(c)(4) allow. ext.n.ion. of time
at the di.cretion of the ag.ncy.

On. person asked for greeter
",idanc. on wh.ther controctor funding
of individual .cl.nti.ta al diff.rent ..
univ.rsiti•• i. an educational award •
wilhln 35 U.S.c. 212 end. if .0. what
right••uch awerd••••hould hav•. W.
have nol acted on thl. comment .lnce

1
w. do nOIl!eIi.ve eny c!'ntroctor he. the
euthorily to use fundinglfor the
educetional ewerds cov~red by 35
U.S.C. 212. I .

A comment w.. aublIlltt.d that
relatea to the diacusaion!in the Juiy 14,
1986 notice of 1401.t3(b~. The concern I.
th.t the diacu..ion may!>e
miainterpret.d to imply (bat agenci.a
m.y nol epp1y the provisiona of Pub. 1.
~20 retro.ctively. Thi~ point II well
taken. It w.. our Intent ;i, the July t4
t986 diecuaaion of t 401.l3(b) to not.
only th.t the D.p.rtm.nt of Commerce
h.. no .uthority under t!\e law to
require .g.nci•• to w.iv, the cap on the
tenn of an exclusive Iice,,"e In • patent
cl.u.e that predate••n.~.ntof Pnb,
1. 98-620. Th.re i. no qu~.tion th.t the
agencies thema.lv.s hav~ .uthority
under the law to w.ive .~ch cap and the
regula tiona in fact urge them to do ao
abaent a substantive re..~n 10 do
otherwiae. I

Another person requ..led that the
D.partment of Commercelaet a time for
Illuance of dr.ft .upplenl~ntary
regulations relating to foreign filing
deadlme. aI1401.14(c)(31, AI we
previoualy Indic.ted In the interim fin.1
rule notice on July 14. t9ll6. we .re
conaid.ring thia matter, T(>erefore. we
.e. no reason at thiatim.;to eet a
deadline. t

Fin.lly. pursnant to reCJ1lesta br two
persona. w. have incJudeC\.1n thia final
notice. uniform pollc)' guJd.8DC8 in
t 401.1(a) to the.e fin.1 ~laIiOD8
.imilar to th.t includ.d In PMS Circul.r
A-124. Thi. has been done! to enaure
clarity and continuity ben.!.... OMS
Circul.r A-I24 and tbese final .
regula tiona with regard to Policy.

t
RuI·m·king ReqLIiIwIMDtI!.

I
A. stated in the pro~ notice .nd

the interim fin.1 rul., this ,j,guJation II
not a major rule as definedlin Executive
Order 12291, and it .dd. nll: paperworic
burden•. In fac~ il reduc•• certain
paperwork requirementa ofjtbe
regulations it replaces. And,\ as
discussed In connection with tha
propo.ed rule and the interim final rule,
the General Couns.1 of tbe Department
of Commerce hu certilied tb the Small
Bu.in... Admini.tr.tion th~1 thll rule .
will not have a .ub.tantial "",nomic
Imp.ct on a .uhatantial ",""ber of .m.ll
entitieL I
U.t 01Suhi_ ID S7en cj,. IV

Inv.ntion., Patenta. Nonp~fit
organizationL Sman BU.ine,a finn•.

I
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DI'e, Mlreb11. 1987.
D. BnICO Murililld,
Alsistanl Secretary /or Productivity.
Techno/oaY andInnovation.

Accordingly. Part 401 of Chapter IV of
Title 37. the Code of Federal Regulation.
i. revised 10 read 81 follow.: .

PART401-RIGHTS TO INVENTIONS
MADEBY NONPROFIT
ORGANIZATIONS ANDSMALL
BUSINESS FIRMS UNDER
GOVERNMENT GRANTS, CONTRACTS,
AND COOPERATIVE AGREEMENTS

Sec.
40].\ Scope.
401.2 Definition•.
401.3 Ute of Ihe Standard Claule, at

§40U4.
401.4 Contractor appeal. 01 excepbcna.
401.5 ModifiCition andtaHorinl of elau.tI.
401.0 Exercise of march-in right•.
401.7 Small bUlineu preference.
401.8 Reportinl on utilization of .ubject

mventionJ.
401.' Retention of riShtl by contractor

employee inventor.
401.10 Government I"ignment to

contnlctor of rightl in invention of
IOvemment employee.

401.11 Appeall,
401,12 UCOIlIinI ofbacq",lIIlGpatent rishto

to thirdpartie..
401,13 Admini.trotion 01pltent Jiflhto

clause•.
401.14 Standard patent righta clause•.
401..15 Deferred determination•.
401.18 SubmillionJ and inquiriel.

Authorily: 35 U.S,C, 208 and thedel08.tion
of luthomy by tho Secretary ofCommerce to
the Alaiatlnt Secretary for Productivity.
Technol"8Y andInnovltion It Sec. 3l1) of
00010-1.

.f 401.1 SCope.
. (a) Traditionally there have been no

condition. Imposed by the government
on reaearch performers while using
private facilitie. which would preclude
them from accepting research funding
from other source. to expand. to aid in
completing or to conduct .eparate
inve.tigations clo.ely related to
re.earch activities .ponsored by the
government Notwithstanding the righl
of re.earch organization. to accepl
.upplemental funding from other .ource.
for the purpo.e of expediting or more
comprehensively eccomplilhing the
research objective. of the governmenl
Ipon.ored project. it I. clear that tho
ownership provi.ions of the.e
regulation. would remain applicable in
any invention "conceived or firat
Ictually reduced 10 practice In
performance" of the project Separste
ac<:ounting for the two fund. u.ed to
.upportthe prolecl in this ca.e i. not a
determining factor.

(1)To the extent that a non·
sovernment Ipon.or e.tsblished a

project which. although clo.ely related,
fall. eutstde the planned and committed'
activities of a government-funded
project and doe. not dimini.h or di.tract
from Ihe performance of such activitiel,
invention. made in performsnce of the
non-governmentspeneored project
would not be subject to tha condition. of
the.e regulstion•. An example of such
related but leparale projecto would ba a
sovernment sponeored projecl haVing
resesrch objective. to expand Icientific
understandins in a field and a clo.ely
related industry lponlored project
having 81 ils objective. the application
of such new knowledge to develop
usable new technology. The time
relation.hip in conducting the two
project. and the uae of new fundamental
knowledge from one in the performsnca
of the other are not important
deterrninanta since most inventions reat
on s knowledge base built up by
numerous independenl re.earch efforls .
extendins over many years. Should .uch
an invention be claimed by the
performingorganization to be the
product of non-govemmen! .ponsored
re.earch and be challenged by the
aponsaring agency 81 being reportable
to the government 81 a "subiect
invenlion", the challenge i. appealabla
a. described in 1401.11(d).

(2)An invention which I. msde
outoide of the relearch activities of a
government-funded project i. not
viewad a. a "subject invention" .ince it
cannol be Ihown to have been
"conceivad or r...t actuslly reduced to
practice" in performance of the project
An obviouaexample of this i. a
lituation where an in.trument

r,urchaaed with savernment fund. i.
ater used, without interference with or

co.t to the sovernment·funded project
in m,kins an invention all expen.e. of
which inYolve only non-sovarnmenl
funds,

(b) Thi. partinplemenll35 U.S.C. 202
through 204 and il applicable to all
Federal asencie•. It applie. to all
funding asreement. with Imall bu.ine..
rlml. and nonprofit organizalions
executed after the effective dele of this
part. except for a funding agreement
made primarily for educational
purpo.... Certain aections allO provide
guidance for the admini.tratian of
funding agreemenll which predate the
effective date of this part. In ac<:ordanca
with 35U.S,C. 212. no acholar.hip.
fellow.hip. tralnlna grant or other
funding agreement made by a Federal
agency primarily 10 an awardes for
educstional purpo.e. will contain any
provi.ion Biving the Federal agency any
righl' to invention. made by the
awardee.

••
•

1(c) The "march-in" and appeal.
'procedure. in 11401.6 and tOl.i1 shall
apply to any march·in or appeal
proceeding under a funding agreement
lubject to Chapter 16 of Title 351 U.S,C,.
initiated after the effective datelof this
part even if the funding agreem~nt was

ex~)u~ld~'::~:e~s~fd~~e~ontJactar, a
funding agreement for the oper~tion of a
sovernment-owned faCility whith i. in
affect on the effective date of t~is part
Ihall be promptly amended to include
the provisiona required by 11401.3(a)
unlell the aseney determine.t~al one of
the exception. at35 U.S.C, 202(a)[i)
through (iv) 1401.3(a)(8) throug~ (iv)of
this part) i. applicable and will be
applied, 11 the exception at 14Ol,3(a)(iv)
I. determined to be applicable. the
funding sgreement will be promptly
amended to include Ihe provi.id,n.
required by 1401.3(c). I

(e) Thi. regulation .upersede~ OMB
Circular A-124 and shall take I
precedence over any regulation, dealing
with ownership of Invenlion. mpde by
Imall businelle. and nonprofit!
orgsnizations which are incon.istenl
with it. Thi. regulation will be followed
by all asenciel pendins amen~ent of
asency regulation. to conform1/;1 this
part and amended Chapter 18 of Title 35.
Only deviations reque.ted by a I
contractor and not inconsistent rnth
Chspter 18 of Title 35.United Stale.
Code. may he made withoul ap~roval of
the Secretary. Modification. or tailoring
of clauaes 81 authorized by 140;1.5 or
1401.3. when alternative provi.ions are
used under 1401.3(a)(1) throughl(4). are
nol considered deviations requii:!ng the
Secretary'. approval. Three cople. of
proposed and final agency regul~ tiona
lupplemen!ing this part .hall be!
submitted 10 the Secretary at thl! office
iel OuI in 1401.18for approval for
con.istency with Ihi. part befo~ they
are submitted to the Office of I
Managemenl and Budget(OMBl!for
review under Executive Order1~ or.
if no submisslon i. required to Ii,made
to OMB. before their .ubmis.ior\ 10 the
Federal Regi.tar for publication.1

(f) In the event an ageney hs.!
outotanding prime funding agre~ment.

thst do not conlain patent flow-down
provisions conaiatent with this R-art or
earlier Office of Federal Procur~ment
Policy regulations (OMB Circular A-124
or OMS Bulletin81-22). ths age~cy .hall

:take appropriate action to enlure that
••mall buaine.. lirm. or nonprofi/

~~dae~i:~~o.':."chth:~':::t~O~a\~~~
recaived their .ubcontraclI aftenJuly1.
1981. receive risht. in their .ubj1ct

I
I
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Invention. th.t .ra conawtent with
Ch.pter 18and thiJ pari.

(s) Thi. p.rt i. not intended to apply
10 ."'.lI8emenllllllder which nonprofil
organiution...mall blllu,••• linn.. or
othen .re .1I0wed 10 u.e 8Overnment
owned re.earch faQ.litie. end nonnal
lechnic.1 ...i.lanc. provided 10 u.... ol
tho•• facilitle., whether on a
reimbun.ble or nonreimbun.bl. b..ls.
Thi. part it .110 Dol intended 10 .pply to
.....lI8em.nt. under which .polUlOfl
reimburse the sovemmenl or facility
contractor for the COIltnlctor employea'.
lime in performi.Dg worit for the .pOlUlor.
Such a".all8emenll are.not con.idered
"funding asreOlllenll"II defllled .135
U.S.C. 201(bJ and t to1.2(aJ of this part.

140'.2 OIlft.....,..
A. used In this p.rt-
(.J The leno "funding asreemenl"

mean••oy oontnlet ll"Ont or
cooperalive.graement entered Inlo
between .ny Federal 'seney. other thlll
the Tenne_ V.Uey Authority, .nd
&II)' oontnlctor for the performance of
eXperimentaJ. dneJopmenloL or
re.earch WIlrit funded in wboI. or in
part by the Federal8O_tThiI
lerm .110 lndudea Illy ...ignment
.ubetilulion of partl.., or subcoatnlct of
any type entered into lor lbe
performance of experimentaL
developmental, or arch worl< under
• funding asre t .. defined ill the
lint .ent...... nI thi. plU'llll"Oph.

(b) The lerm "contnlctor" me8lll .ny
persall, email butille.. 1inn or IICIIIprofit
arsamz.tion which it • party toa
fundinllqreemtDt.

(cJthe term "Illvenlioo"_ III)'
iIlvention or eli_e." which it or me,.
be p.....table or otherwi.e protect.ble
under Title 35of the United State. Code.
or Illy Ilovelvariety of plenl whlch it or
m.y be protectahle lIIIder the Plant
Variety ProlectiDn Act (7U.s.c. 23%1e'
''''1,).

(d) Th. term ".ubject invention"
,meana lillyinvelltionof. oontnlctor
conceived or first .clually reduced III
prectice ill theperformance of ..orit
under a funding.gt'Mmen~ provided
th.t !II thece.. of. v.riely of plant the
d.te of detenniDalicm (ee defined ill
aection 41(dJ of the Planl Venely
Prolectlon Act 7 U.s.c. Z401(dll_1
a1.0 occurduring the periocl of cOntnlel
perlonn.nce.

(e)The teno "pI'8Cllcaf appllcetion"
me.n. to m.nur.ctunl in the cue of.
eompoeltillll or pn>dw:\,10practice ill
the cue or. proce.. nr m.thod. or to
oper.t. in tha cue of. IlUIchina or
•y.tem: lIIlel. in each cue, und.r .uch
condltiona II to ettablltb thel !be
mventiOl1 II being 11ll1lzed and that til
benefit. are, In the IIXtanl permltted b)'

lew or govemmenl regul.Uon-.. '
.vail.ble In the public on ra."",eble
lenn •.

10 The term "m.de" w..... DIed in
relation 10 .ny invention m••n. the
eoneeptioll or lint .clual redeclIOl1 10
practice of .uch invention.

(sl The lerm ".mall bulin_firm"
me.n. a .m.n bu.in... concern u
defined .t .ection 2 of Pub.L 85-638 (15
U.S.C. 832J lUId implementing
reguI.tion. of the ~dminlstrator or the '
Sm.U Bu.in... AdmJnllll'lltioll. For lbe
purpo•• of thI. part tho aizlI .llUIdarde
for .m.U bualAe.. COJICOnIIlnvolved In
sovefllllleni procuremenl and
.ubeontnlctll\8 .113 CFR1%1.5 will be
used,

(h) The term "nonprofitnrpnlation."
mean' Wlive..itie. and other iAltitutiou
of higher education or an orsllDiAtionof
th.lype dellCl'ibed in MCliD.lI 5O:1(e)(31 nI
tho Internal Revenu. Code al1ll6t (ZlI
U.s.c. 5O:1(e) and exempt froIa lu.atillB
und.. eectioll &01(.)of tho Ialenlal
ReVelllll Code (ZlI u.s.c. SIl:l{'JJ • ., .
nonprofit tcienlllle or edilc:aliClll&!
organizallQll qulified 1IIllI.. a .1Ma
IIOnprofiI orpnialilllletahlt.. .

(lJThe lena "Chaplllf 18" me8lllt
Chapter 18nI Title 35 of !be Unltaol
Slale. Code.

ill The term "SecretarY' _1IIl8 !be
Secretary of Comm..... or hit ar her
dHignlle.

f 4Ot-' lIM of1M lIlIui:tIiiid CIM-..
§4Ol.14. ,

(I) Each fundlns qreellleall..ercIed
10• amell bu.lne.. firm or IlOlIPI'Oftt
orgenisltloo (e"""Plthoee IUbject to 35
U.S,C. WI thelI contaiA tbt d.uee
fOlllld III t 401.14(a) with .lIcIt
modific&liaIII and tallorins II
authorized or required _ ....... ill lhit
p.rt. How_. I fundinl qreeIIllIIIIlllJ
cont.in .UertIlItiveprovleio_

(1)WhOlllb. contraclor It not _ted
in th. Uniled Slalel or dClllll not heve a
pl.ce 01 buaine. localed ill the Unitad
St.les or IllUbject to lbe coalIoIola
foreip....--e: or

(2)In exceptional cln:amttence. whela
1111 delanlllned by !be apIlC)' tim
re.trieti.. or alimiIlatiOID of !be right 10
relaln til1e tn an)' Illbject iDwntlon will
better promola !bepolfer and objecllv"
ol Chapter 11 of ntla 35of thoUntlad
Slat.. Code: or

(3) Wblll II it determined b)' •
sovernment euthorily which It
authorized by statut. or sxlCllti.. 0fIHp
10 conduct forelp iAlelllpnce or •
eounterinlelllsen.-lClivitiulhat the •
re.triction or Ililnln.tiOD althe right 10
retatn titl. 10 any IUbj.ct invention It
nec....." 10 protect lba teClIrilylo IUcb
actlvltiee; or

••

(4)Wbm the funding\.sre-nt
include. the operation ?f the
sovemmenl-owned, coqtractor-operaled
facility of the Depal'Ulle;nt of Energy
primarily dedicated to that Depallment'.
n.vIl nucle.r propul.iop or ..e.pone
rei. ted progremt and .11 funding
Igreemenllimitali<ml ubder this
.ubp...gr.ph on the oofttractor'. righllo
elect title to I .ubject in~entlon.re '
limited 10 invention.o~ under the
above two pllD8J'llftll. I

(b) When lUI .seney elcercitft the
Ixceptione II t 401.3(a)(~) or (3), II.haU
uae the .t.ndard clute at f 401.14(.J
with only .uch modiflce~0Il1es ere
Ilece...." to .ddrett the/exceptional
clrcumotucn or ccmeenio whlch led 10
lbe .... of the exceptiOlL Por example, jJ
lbe jualiflcatiOl1 reI.l.. lel. putlcul..
field or ute or mari:el. th., em- might
be lIlOdifIed a10118 Ilneo .1miI.. 10 tboH
described lB t 401.14(b), fa 1IIl)' event
lbe c1._ .houkI pr<I'ri~ the wntlactGl'
with an oppot'llmitf III~ greater
righll ill~wllb\the ptnc:e4uree
al t 401.15.WheD lID qetjey juelifl..
and exen:ltet th. e=eptilm.t "
t 401.3(.)(2) 1!llI,... 8D ~ternetlft
preorI.1oD In lbef1lfldinl'll!oement_
the b.li. of IIlItiOnai~. the' ' ,
pronoioll .haIl provldethecoatraclor
with the rlghllo aIect ~lllp III.,
iIlventi... made 'IIlder IlIch f8tldiBs
qraemenl •• provided b)'lthe SlaDdard
Pat8ll1 RlgbtaCIa.... f01lfld .1 t 401.14{a)
If the inventiOIl IIllot cIu8ifIed b7 1M
asencr within Ilx mlllltbslIf the cia. It
II reported 10the l88Iler, Or wilb!ll the '
earne limI period the DeJll!tmem 01
£ntrllJ cIoee DOl, •• IUtboJ1aed ."..
reguI.tioll, I... 01' BJ<ecati..Orderor
ilnplelflt!lllq••lioM tll-. '
prohibit 1IDIutltorDed dlee+amallell 01,'
the Utventloa. Contrecllla:OUppol1 of
DOE'IIlOVaillucl... propujeioa P'USf
are 'Xetllpled homthiI ~ph. ,

(c)When lbe DeparllneDl1of Ene!V '
exerci... the exceptiOllIl t 40!..3(.)(4).
It .haU DIe the c1.UII JlNocIibed .1
t 401.14(b) or eobttilllie ~I. wIltt
.uch modificationandteiI~ ••
• ulhoriud or NqulreclelH+t-a 10thIa
pari. ,

(d) WheD • fund!Ils 18' eoloont
Involve•• terIeI of 1OplU'll1~ Ihk ordefs.
an agency mlY .pply the sxj:eptloceet '
t 401.3(.)(2) or (3)10IndJvid!'aJ tnIt ,
orden, IIIld il m.)' .tnIClltre ,thecontraet
'0 thai mocliOed plleflt rish& provIelCflll
wiD epr>l1 to1M talk order~ th.
the c1._.1 elk f 401.14(.jor (b)
are .ppllCible 10 the rtlDaJnaer or the
work. ABendet 're'1I~ to
nesoti.l••uch modified pro>!l.ioDl witlt:
,,"pacllo tnlc orden edded 110 •
""'ding ",eometll aftar III ftiltl.1
.ward. I

I
I
I
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(e) Before utilW"8 eny of the
exceptionl ID '401.3(a) of thil eection.
the qeney Ihall prepare I written
determination. includins I Itltement of
flcll IUPPOrt!ns the determination. thlt
the condiUonoIdentified in the
exception exilt. A leparete Itliement of
fecil Ihall be prepared for each
exceptional c:in:umltancel
·determlDaUon. except that in
appropriate cale' a lingle determlDation
mey apply to both a fundins agreemant
and any .ubcontracll illued under It or
to any fundlna agreement to which such
an exception II applicable. In ca.el
when '40U(a)(2) i. IIled. the
determination .hall allo IDclude lID
analYli. jllllifytna the delermlDation.
ThiJ enaly.11 should addre .. with
.peci.ficity how the alternate provillonl
will better achieve the objectiveo .et
forth ID 35 U.S.c. 200. A copy of each
determlDation. .tetement of facti, and. if
applicahle. e.neIYIII Ihall be promptly
provided to the contractor or
prolpective contractor alO"8 with a
Dotification to the contractor or
prolpective contractor of ill righlillo
appeal tha delermlDation of the
excepUon under 35 u.s.c. 202(b)(4) end
I 401.4 of thil perl

(I) Except fot delerminationa under
f 40U(a)(3~ the qeney .hall aloo
provide cople. of each determination.
.tetement of facl and e.neIYII. to the

,Secretary. Theoe .hall be .ent withID 30
deyl after the eWlrd of the fundins
qreement to which they pertain. Copleo
.hall lito be lent to the Chief CoUDleI
for Advocaey of the Small BIIIlDe••
AdmInlatration if the fundins Igreement
It with I Imall bllllD... firm. if the

, Secretary of Commerce believe. that
eny individual determination or pattern
of determinatioDlIt contrary to the
pollcie. end ohjectiv" of thi. chapter or
otherwlaa oollD conformance with thie
chlpter. the Secretary .hall 10 edvile
the heed of the eseney concerned end
the AdminlItrator of the Office of
Federal Procurement Polley end
recommend COITllCtive IctiODl.

IsJ To ...lIt the Comptroller General
of the Uniled State. 10Ic:compllih hil or
her retpoDOibiUti" under 35 U.s.c. 202.
each Fadoral qeney that antero into eny
fundins qreemenll with nonprofil
o'llanizatioDl or Imall bllline.. finnl
ehall a=wate and. at the reque.t of
thl Comptroller General. provide the
Comptroller General or hil or her duly
authorized reprelentative the lotal
Dumber of prime aareemenll enlered
Inlo with lmall bUlinel1 finnl or
Donprofil o'llanizatioDl that conlllllD the
patent righll clallle ID thil pari or under
OMB Circular A-124 for each fileal year
beglnnlna with October 1. 1\182.

I
(hJTo qualify for the Itendard clallle. record Ihall be made and shall (be

a prolpecUva contractor may ba " .Ivailable at ecst te the ccntractor upon
required by an qeney to certify that It I. request. The requirement for I Ii
either a Imall blllinell rll'lll or a ' tranlcribed record mlY be waited by
nonprofit o'llanizetion. If the aseney has mutual agreemenl of the cont;IFtor Ind
reaoon to queltlon the Itatlll of the the Iseney. !
pro~pective contrlctor 81 I Imall (4)The officill conductins th~ fact.
busine.. 1irm. It may file a protest in findins Ihall prepare or adopt .yrilten
Iccordanca with 13 CPR121.8. if it rllldinsl of fact Ind tranlmit them to the
quelUonl nonprofit ~tatu•• IImay head of the Iseney or delillllee [promptly
require th~ prolpective co~tractor 10 , Ifter the concllllion of the fact·fllldinS
furnish eVldenca10ellablilb III.tetul proceeding alo"8 with I recommended
al a nonprofit o'llanizatiOD. ' decl.ion. A copy of the findins~ of fact
ItOu ConInctOtllppealo oil FlIoI.. and recommanded deci~ion Ib~ll be lent

(e) In eee rd with 35 Usc. . to the contractor by regl.tered 9r
_0 ance . . certified mall •

202(bJ(4) a contractor hao the right to an' (5)F I fin.:•• h uld be i 1 d
adminiltraUve review of a aet- ~... I 0 comp ele
delermlDation to Ule one of the within 45 working daYI from th~ date
exceptiona at '401.3(eJ (1) through (4)If th~ eseney ~ivel the contra~or"
the contrector believel thai a wntten notice. !
determlDetion It either contrary 10the ' (6) When fact·findins bao be~n
pollciel and objectivel of thil chapler or conducled. the head of the qeney or
conatitutel en abllle of dilcretlon by the delisnee Ihall bele hil or her d~cilion
qeney. Paragraph (b) of thil lectlon on the facll found. losether witll any
.pecifiel the procedurel 10be followed argumenlwbmilted by the conlrector.
by contrecloro end asencieo ID wch Iseney official. or eny other information
caoeo.The al.ertion of .uch a claim by in the adminiltrative record. Inlcalel
the contractor Ihall not be.used 81 a referred for fact.findlng. the as,ncy
b8lil for withholdins or delay\llBthe head or the dealgnee may relec! only
award of a fundins agreement or for tho.. facll that hive been foun;d to be
IUlpendins perfOrmaDCO under an clearly erroneo.... bill mUll exp,llcitly
award. Pendins final retolutlon of the elale the rejection end IDdicate!the b8l1l
claim the contract may be Itlued with for the contrary findlng. The as~ncy
the patenl righta provillon proPOled bY' bead or the dellgn.. may baarbral
the asency; however••hould the IInaI argumenll after fect·findlns p.qvided
decilion be in flVor of the contractor. thet the contractor or CODtractof'l
the fundins agreemenl will be amended aUorney or reprelentetlve II PfFoentand
accordingly and theamendmenl made Bivenen opportunity to make ahlumenta
retroactive 10the effective dele of the end rebultaL The decillon of ~e qencr
fundins qreemenl head or the desisnee lball be iii writillB

(bJ(1) A contractor may appeal a and. if it I. unfavorable to the «:pntractor
d,terminatlon by providins wriUen .balI IDclude en explanation oflthe baall
Dotlca to the asency withID 30 worldna of the decllion. The decilion o~the
deYI from the time it receive. a copy of qency or deolgnee Ihall be melle withID
the qency'l delermlnation. or within· 30 worldna daYI arter flcl.find(ng or. If
.uch lonaer tim. a' en qaney may . there wao no fect-findlng. withih 46
lpecify ID ill resutatione. Tha 'woridnll dayl from the dale thelqency
contraclor'l ootico .hould .peci.ficaUy received the contractor'l writtep notice.
Identify the haoll for the 1,peeL A contraclor edveroely effecteclby a

(2JThe appeallhall be ecided by the delermination under thil oectiOD may. at
bead Dfthe qency or by hilther 'any time withID Ilxty day. artet the .
deaisnee who ilal e levelabov. tha determlDation illl8ued. file I ~tition in
peroon.who mede the delermlDation. if the Uniled Sielel Claiml Court! which
the notice ral... a .enuiDe dieP1'laover lhall have juriediction 10delenpine the
the material facti, the head Df the 'appeal on the record and 10eff\nn.
eseney or the dellgnee Ihall undartake.' reveroe. remand. or modify a. I
or refer the matter for. fact-findi"8. appropriate. the determination of the

(3) Pact·findins lball be conducted ill Federalasency. I
accordance with procedurel ellabUlhed I
by theaseney. Such procedurellhaU be It01.1 u. lin col." and--.. 01
al informal a. practicable end be -- I
conlillenl with principlel of la) Agencl...hould complete the
fundamental falm.... Th. procedurea " • blank ID paragraph (S)(2) of thelclaUleo
Ihowd afford the contraclor the : ai' 401.14 ID accorde.nca with their own
opportunity to .ppear with counoeL or applicable sovernmenl.widel
lubmit documentary evidence. pralent resWationl IUch81 the Federall
wilDe..el end confronl .uch peroona al' Acqllilition Regulation. In Fanta and
the asency may rely IIP0n. A tranacribed cooperatlv. agreemenll (and iii

I
i
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The blank above abouId be completed
with the name. of .pplicable .xi.tins
tre.Uea or Inlern.tional asreemenll.
qreemenll of cooperstiOD,m8llll0randa
of underalandlns. or l!milu .
amnsemenll, Includlns IIIl1lI81)'
asreemenll rel.tins 10weapoM
dev.Jopmenl and production. The abov.
lansu.S. fanollnlended 10apply 10
tre.tIel or other qreelllenll that ... In,
affect an the d.te of the .ward but
which are nolllated. Alternatively.

1
contracll. If nolinconailleni with the . . asenclel msy us••ub.lantially .lmUu and "'t.lnod by the<onl~r durtnt any
Fed.ra1 Acqui.ltion ResW.lionj . lansUlse rel.tIns the sovemmelll'.· '. llacaI year llIll1lbject 1n••I~,?,,' onder thl. or
asenciel wil"no 10.pply the "01. . riPll 10lpecilic tre.Ue. or oth.~·, . lOy - <ontroet COI'"jD!nll tho ••-

,m... I I'ed d fied I -1 th . . ..qulraalmo~ up to lOy_t equal to fi ••
elause 10.n .ubcontra~to......pp I • asre~menll I enti ••e n • . percentof the bu.t II thof,dUty for... '
to the contraclor m.y a.te pu.sr.ph, fundlns .~menL Th.I.l\8UsSS 01.,. IIocaI year.abeU beuaed by ~. COltraclor for
(S)(2) of the cl.uae and delete the word. alao be modified to malte clear thaI the 'td.ltific: .....rcll.d...lopm"l~and .
"10 be performed by ••01.11 bualnel' riPtl armled 10the (orelgil sovemmenL oducati01l collliltOllt with th.I....arcb ai>d
firm or domeltic non~6t 0'S.niz.tion" and It. n.tionu or an Intern.tion.1 . ' de••lopm8Dt ml.tioo and objecti••• 01 the
from parasr.pb (S)(I).AI.o.1! the orsaniution m.y be fo, additional f.dD'!'. \llch>dIDw .ctiYl!ie.thl" iIlao... tho
fundlns .sreemenl i•• sranl or riPll beyond a Iicenae or IUblicenl.1! Deena"" potOlllla1 ofother lnyOlltiOIll 01 the
cooperaUy. qreemenL p.r.sraph (S)(3) ,10 required by the .pplicable tra.ty or flcility,U,=:w-~ n••_~

, m.y be deleled. When either paresraph Inlem.tional asreemenL For _pl•• In ' ': 'ii':'1 Idb7:::--';'cJ~o,_t
Is)(2) or puasr.p~ lsI (2) Uld (3).re IO~' exclultvl.lice_ or IMDI the, '~.:.....::rthe UDi.::i"Sta... ae':J th'l '
deleted. the rem.lnlns puqrapb or, a"'snmenl.o( tiU.1n the forelp>countr)'-,,: mulDina za percantlbaUbe ;"'d by the
p.r.sra"hl Ih".u1dbe renumbeted Involved mi&hl be reqoired..Aa-l",.. " : __ronly for thll8me JI/upolll II
app~pn.tely, .. ' , m.y 0110 modify th.11JlIUIIt .boft \I) '.' deaaibod aboYL Tothe .xtelt It proYIdet th.'

(b) Apnciel abould complele . p~yjde (0' the direcl Iicenatns by the, '. 'D1011alfoctlva lacIUlolosy ~fer. the '
parasrapb (I), "Communication."••1tho contraclor of the forelsn SOVanuneDl 0' . Iicenallla ofaubject inYOlltiona!.haU be
end of the cI.uae. al t 401.14 by Inlem.tional orsaniution. . ' " ' .dmlnf.tered by controctor III!ployea OIl

delisn.tins. centr.1 point of contacl for' (e) If the fundlns asreemenllnvolvea 1ocatioa.1the I.cility. I
communication~ ~n matte .. re!atins 10 P,lrformance over an aXlended period o( (hI If the contract il for lhe operation
the clau~e. Additional lnatruc~onaon. time. IUch •• the typical fundill&, .' o( a sovemmen!-owned fac!ility,
commun,c.tioDl m.y aIao be. IDCluded m .sreemenl for the ope~tion of a .. '. " qenciea m.y add the follo~ .t tho
puasr·ph (I]. sove~enl-owned facility, the .; .' " end of parqraph (f) of thecl._ .1

(c)~enCl.I may repl.ce U!e . followms Jansuase JIlty aIao bea!lded: . t 401.14{.):, " !
italiCIZed worda and phraae. m the Th. oaencr-._the rf8ht... " '. '
cl.UI8Ial 1401.14 with tho.. ' uDiI.teraUy 0IUDd tbia /rIndiJw M'. ' I')n.a--tIIaII OItatUab and
app~pri.te 10the partieular fundiDa Id ,,~. --'''- traatJea iDw:'lIonal' ,,_laID .cUn 8Dd elfecti.. J!rocedlUN k>

I
" .. 80m, •...-.... __ thet aabjocl iD.eeliona'~ PJOmpUy

asreement. For examp e. contr.eta ._melw eetared iDk> .. k> beIIIl!aNd inlo " ldenlifled 8Dd timely diocIOM<!and Iha1I
could be repl.ced by "armL" . by thel'JYOl'llll8lll aflerthe e1fecti.. data "' .. ' aabmll.lIescrlpti01l of theproCed..... to the
"contraclor" by "armle.." and tbJ. fundirrtl 118l"1IIenland elf_Ie tIloaa,· DDlI~off*-'" thet the""",troctina
"contractins officer" by "sranll officer," Ucenae or otherrilhw which are -.>'Y. , officerlU1 ",ahlale 8Dd delerlmllO their
Dependlns on ill uae "Federal qeney" for the soy.rnmeot10meet Itaobltlaliollllo ' . affactiveIteM. ' " I .

be I cod 'th' b th foreJ8ll..,...,...eeto. theiraatlOIlIIa 8Dd - . ,\
can , rep.. el er y • iDt.matiODaI OlllanlJatlona uncl...acIt ' 1401. f _ of _ .....lrtgllIa..
Identi6caUon of the qeney or liy tho ....ti.. or intemational._w with . \
.pecification of tho particular office or "'peel to tubject lnventiODl Dlldaaftoo the -, (0) Th. followins procech!rea .ball
offici.1 within the aseney" . date 01 thelJllODdmeeL SOVern lb• ."erd.ae of tha lIIarch-iD

(d) When the qeney be.d or duly ," rtsbll of tha .....ci....1fotth in 31-
authorl2ed deaisne. determln.I.1 the If) ABenciea ma,. add .dclltional- U.s.c. 2113 andparqraph 01 oftha·
time of contractins with ..mall .ubpara8MIpha 10p...,..."h (I) af tha c1.ul..1 t 401']~ , '. '
buaine," firm or nonprofit orsaniution c1.uael al 1401.14 to reqUI1'lI the' '. . (h) WheDn'. an ~nCJ' lecelvea, ...
thaI il would be In the national intere.t contraClor to do one armore of the ._. w_ that II be ...,..... '.

. .. followinl> " - orm.uu.. eva F'!"" ..
to acqutre the~I to .u.bUcenaefore"", (1)~yjd. a report prior to lbe cIoae- w 1 theaxardae of muj:b.... riPta,· _
80v~lI or mlernauonal. ' aul of a fuDdlnI asre-I Ualins aIJ. before ~ti.tIns any~
arsanizttioDl Pw:'uanllO any e_tIns lubject iIIft11tiOlll or .taWRR that than proceedlns. It aball notify the COIltracto'
tre.ty or IntemaUonaI qreemonl, a were nona.;:' - '_ In writlns o~ the Informttimj and requeel',:
.enlence m.y be added .1 the end of (2) ProvIde upon reqneaL tho 6Itns '. Informal wnllen or oral commenll from '
paresrapb (h) of the cI.uae .1 1401.14 II dal••erial~ and tiUe;a copy of , the contractor al well II UU:ormttion,'
foliowl: the palenlappUcation; and patent 'rel.vant to the maller, ill th~ abeence of

'11Ua U wlU iDcIvde tloe, ril/tt of tba numbe, and iaItIa date for any aubject ,any ~mmenllfrom the conjracto,
sov nt to IUbU~ foreJ8ll ' " Invention iJr any country InwIllch the w:tthin !'O daya, th. ~ey .,.Y.•t lie '
soyernmeoto. theu DlliOlll1a. oed .: contraclo, b.. applied (or palenlt. " dlacretiOD. proceed WIththel~
iD_lionallllpDi2aUo.... ~lIlUIt to the (3) ~yjda riodic (hul no more, '. , below. If. commllllt fa recell'ed W1thia
foU","", treati.. or iDtlrlU!Uonal freq U 'L.P! "j "-HR_ fall'. 30 ds"" 0' laler If tho ••enelt ha. not...-eew· uen y wow annu....._ .... 0 . ... J~ ... ,-r .

. .ubject InventioDl wblch wtre:dlacIoaed lnltiated tho procedure. bel<jw, then the
10the aseney tIllrin8 tha periad covered. qeney ahaII, within eo dayalafter II "
by the reporL ,racelvea tho COmmeDL etthe~ lnlti.l. the

Is) If iii. contract I. with a nonp~fil pJ'OCedurat below or notify the
orsaniution and fa for llie aperation of contraclor, In wriliJlS, tIotlll!wilI not '
• sovemmenl-owned. contractor- ptlflu. nwdl-ID riPlI OD tho bali. o( ,
aperaled f.cility, the followtns will be. the .v.llabl.lnformation. I.
.ubltiluled for para8MIph(It)(3j of the .' (c) A much-iJr prooaedlnsjlh.1I be
c1auae.1 t 401.14{.): , , , . • lnlti.led b,. the WIl8IlCI o( ~wrillen .

1'1AfterPOYDllDl of paten"", COlt.. " DOtice b,. '!'. *8eDCY to tho cpntractor ,
Ucenalna OOIto. po"'eew to iDyoelorL 8Dd and Ita, alll8O" oraxclualv.ilicena.., II _
other.xpalllNlnc!deetal to the appDcebl. and If known tolbe qeney.
admlnfltratiOIl of tubltct lnveDtiOlll, \be .latlns thallhe 88eDCJ' facmlalderfns .
baluca of 8OJ' ~.Itiea or~ III'IlId tha IX8I'Ciaa of nwdl-ID rtsb\L The
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notica aIlaU.1lI1e 1M reUOlla for lho>
propooeli marclrin in terme•..rficiesllll>
put the coatnctor DB notice 01 tile laem
UpOll ..hicll the actIOII wollldbe ba••d
and "'all .pecilr tile rteld or field. ar
u.. ift which th.. ageney i. colllid"';"g
requiring lic.nsing. The aolice shall
advise tbe contractor (assignee or
.xeluaiva lil:MIoeel of il& tights. as ••t
forlb ill thia oel:lion and ill any
• uppielHetal a,.DCy reguilIlic.... The
dete....a.tim t" exam. mWt:h·..
riShI••hall be _de by tbe bead <If lIle
asency orhi. orherdes~.

(d) Witlrin 30d~ alter lIle receipt of
the wriltea notlce ofman:l.i.lr. the
contractor (assignee or axelu.''''
lic.nseelmay .abmlt in penon. ill
wrili"" or through" repreoentali....
inlormation or argument ill opposilioa lD
the proposed march-in, Including aay
additional.pecific informalion which
raises a Benuine dispote over tl'Ie
material fact. upon wh.ich th.. march-in
i. bued. U the inforttllrtion present.d
raile. a genuine dispute over the
mat.rial faell. th.. h.ld of the"8'!ncy ...
de.ignH ahall andmak. arm... the
matt... 10 Ino!heT officilrl for flltt·
lindills·

(.j Flct-finding .baH be condldAld in
accordanca with \bepeocedar..
establi.hed by the asency. SueIL
procedure••han be u informal u
practicabl. ""d b. ctm.istmt wttfJ
principle. of lar.clllwfttalllla..L '1M
proc.dure. ahoald 1&rc1 tile CIInll1lclDr
theop~ to appurwith ",,_eI.
.ubmit documeDlarymdea.... pnsenl
witn..... and confront SlICh penoaa as
the asl!llCl' Dlaypres.at A Ira_ribell
record .hall be IB8lIe aall.haU be
.available at coal '" ilia CIlllbadal ......
.requ•• t. Th. nqWrellleoI.lor •
traaacribed record ....,. be waivell b)I
mlOluai~ of \be CODtractOi ed.
the asen£y. Any portion of \be1Il8rch-ia
proceediD& iJlclucliJlg afaG-~
hearins thaI invol.... -llII)' ...
evidence relaliJla te> t"" utilinlioll. 01
elforta at oblainillj MlililllliOft lbt ara
bems made by 1MCODtrador. ita
a..isr-. or Iicellleeo Mall be doled 10
lbe pablic, iIlcl..ai1ll pot.nlial ticenae...
fn accordance ..ith:lS U.s..c. 2OZIclt5~
asencieo abaII not dioclo. anr .ueh .
infDnnalioll olMaiDed <Iwi"ll I marrJo.lI>
proce.dins 10pet80DI oulMcllt the
sovemmelll .""epl wh.n • ...,h reIeue •
authDrized by die """traror lao"""
or li~en.eeI.

(I) The 01li<:ia1 OODdlll:ljlll tha lac.
lindins aIlall prep... or adopt wrilia
lindiD88 of fact LIId InIIumillbem 10 the
head of lbe ..,.:y or d.llillll88 PEQr8pl1y
arter the col>Clu&ioA of tile fw.llndinB
proceedint &10"8 witA a reCOlllDlended
determinaliOL A ClIpJ of till r.Ddillp of

fact shan ba _ to the collbac"',
(a..i8O" III a"c1Dal.... wan..e)lly
resistered orc.erlified DI.1. The
conira<:1or laaaipea GO excluoive
Iicenl..1aIlIl.-e.r ...p.......lalW..
will be sivea30 daJ'1o IIJbmiI writlen
8J'8UIllOIlla 10 the bealI '" \be .....,.". or
desisnee; ucr.~ NqUelI by tt.
contrac"" oral uz-..a will be held
belore the aae"'J head or c1eaiplee\hal
will make tIoe hal cIelerminalIoa

181 In arsa III ..hicItfac&.fjlldlns ba.
been cClndcell. thehea4'ollhe .....CJ
or deaisne. nanbaalllIa or her
detenninalian "" tha flIc.. foaad.
losether with ...yolber 1ni:mllati0ll and
written or 0ra!8fI\Im...... lUbmllt.d by
the colltraclor (assipe or excluaiv"
licenaee) and aseney repreMDtatiy~
and any other illfonnaliOll In lh~

adminislrall.. reconI.",. collliolenq
01 the .xercise ofmarclHn ris!rt. wilb
the policy and objeetifta of3lS U.S.C
200 shall alse be co""ider.d. In e....
rell!Pred for facl-findins. the"",,d '" the
aseney or dempee .., rejed 0lliJ
thota 1_ tbot ba"" t.m IlllIDdto I»
clearly ellCWiWU" bill mu.t eq>Ik:Illy
.tate tile ~jeCllOIr ....d Indica~ the bur.
for lh.. contrary IIncli!li. Wrfttm 1I01ie.
of the determlllalloll whelber 1lIlII'Ch.!rr .
rishto will be exOlCiaed ahaIIbe made
by the head of tie apncy or daaisIl."
and senl tl> the _ac"'r 'ualsnee 01
.xcluom. Iice-l by c:artifielI ..
resi.tltred mail witllia 811 lillY"aft ... the .
complelion of lact-lIndm, or 911 d..".
alter oral.~Dm. whicloeve ;.1lIter.
or the proceedinp will be deemeolla
have been lualinateolllllll thereafler 01>
march-ill baoeolua the I""toaIM! __
upon whicll the proceedins wa. iailialad.
may be.uPCilML· .

(h) All "-=ylBIIT. at..,u-.
tel'llliDlrle " .....I'","..li..1fIt ill
.atislied that it do.. nol wi.h to'
• xercls8 1Il.-.:h.tR...

(iP The procedurw elfin. PWllhall
a1.0 apply It> exmfM of IIIl11'CMIl
rish masahtlt IR "","w"'s titJe~
.ubi"'" UMllflOIIIIIIIIder 3SU.s.c: 202[d1
and. lor dull parpo.... 1M rem·
"contraclor'" a. aeed in thla...If"" obaII
b. de....ed1oiIlehul.. lheo lmefttar.
mAn "I!"DC)'" detl!mrillatlDrr

urJ..ofabl.. to tile cxmtnlefor (n.Isn""
or exelu.ive UceD.eej .hall b.. held In
abeJlrllC8 pomding lb. exhIIuIttOD of
appeals orpef/liom fifed onder:lS U.S.C:
203(2).

lklFor purpo... of lhia..clic>lllhe
term ·excllllive licenne· fIlclude. a
partially exel ...iv. licenaee.

(I) As..aci••~ .DIbortml to Ia...a
•upplemental procedure. Dol
Inconslaleat with thie partlilr l&&
cond.cl of marclo-iD proceedins"

••

i
1401.7 s.II.u ....

(a) Parapph IkK4) 01tile el t
1 401.14bnple_ tile .m.ll &asin'H
pn:ieieac.a req~ment of 3$ U!S.c.
202(clf7JI[)).Contract.... ar. expecl.d tIP'
use effortI that Ira ",..OII8ble Under tha.
circUlllSlalltello altratl smaU 6uaiaeaa .
lic........ They,,", alse> IXpect~ to live
.mall bu_.. t,"", !bat mee'l"e
.tandard oudiJled in~ cia....!•
prefereace .....otherappliC8ll~ f()l'
Ucenoe.. WlIIIt tonalltet.. reaaC>nabie
.ffortllo attracl amaII t..inao\
Ucen.eea will nIT with tha I
circum.""". aad the""'- eturaliaR,
and expense al effort. needed tp bring
the fnventiOllIo the1II.'*ef. Pa,"""".
(kll'1 ia nol ""ended. far.~Ie. ta
preventnoDpn>filCOSaoOzafioftt,hton
pl'OYidlnr larser firma wiltla rish' of
fint refaaall1r other options in I
inventionl thllt reIale II>reoean:h booms
IIJPPOi led ...dar Ions-ural!
atransements with larser ca"'P'jnielf.
Und.r such circumllaaeea it wdoId not
be re.o"""le IlIseei: and to Siv~ a
prelerence to lilian bniJIe.. !icelll....

(b) 9mBlr!nlslllen I!rIM lInrt~eIieft •
"onproflt arganIzatlon i. not ""\e!ing Its
oblisations und... the e1anae my reporl
their cooce.... to ltJe gelntary.lI"" tInr
exlent deemed ""pPOPrilrre. lb. I
Secretary wiH lIIIderlak.. lJdonn!tf
Inve.tigation ar the- COfiCe'14 11Iq,1f
appropriaIe• ..afer inlo d1scanidpl'lIl"
nesollationa' wttIt th.. nonpmlit I
orsanizalion to U. end ofImPlOi'&41tr
.llorllin meefiDgIta obIiptiollSjmu:ler
the cf....e. Howe"VI!r.in 110 event..m tInr 
Secretary irltet'teu In 0IIg0in!r %

neSl'tilllon. ....COllli'llCtol' deci'ai,ons
COlleel .Ling ltJeIicenain& ar. I]ll\t:itIc
IUbject fnVl!lltlon. All the above! .
(nvestigatiolll'. d'fICOiBfolil. and'l
nesatlll1fona oftlnr SeCl"ll'larJ wm be!rr'
coordirrallon witlrather internt~ ,
asencm. lncladini !be SlIiIrll BaJm...
Aclminirlnlllon: and in tlreCBR' i1f II
contract for lbe op.ration 01 I I
sove.-eIIt-owaed. _actor """,",,-.I
re••arcII or producllorr faclity.~
Secretary wiUcoonlinatl! witblfie-
aseney ~rpon.iblefor til. facili!\v prior
10 any di.cu..iona or n.sotiatioDl wilA.
the contractor. ~

t
40'" R'f~ _Oft"" "r • .....,Inv_ I

[a) pera.,aplt [II) of ...e1a.-" at .
1411U4 ulI ita tolUIlel pert ill theciHeor
at Attachm.nl A lDOh&l circlaIa\> A-l:l1
provide. tba& .,.elolavellnt~ ta ..
aec.ive peliodic rapaele Iroa> thel
~oeBadQC an..i.."fi.,. of wyentiaMo.
Asencier -itiDa tbia ri8lrt .hc!alli
Icc.,IIlI"'!llkm " .... 111 th.eit...l .
f.uibl~. IIIlbe foeJut that tb t
contrlctlll' _ I~ preparu ill,. ill.

I
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own inlem.1 purposes. The prescription
of fonnl Ihould be avelded, However.
any forml or standard questioMaires
th.1 are adcpted by an ag.ncy fnr this
pUrpolS mUlt comply with the.
requirementl of the Pal"rworl<
Reduclion Acl Copiel shall be senltn
ths Secretary..

(b) en sccordance with 35 U.S.C. 202[c)
(5) and ths lerms of the clause••t
, 401.14.•sencie. shell nol di.close IUch
inform.:!on to penODl ouleide the
governmenL Contraclors will continu.
10provide colllidenti.1 maritins. to help
prevenllnadverlBIII rele.N out.ide the
ageney. ." -

t 401.t Aet_ of RItIMaby ean_
EmpIoree In_.

Assnci.. which .1I0w an employee'
inventor of the contractor to retain
rishte 10• subjecl invenlion madeunder
a funelins .greemenl with a .m.1I
bUlinell linn or nonprofil ors.nioalion
contraclor. a. authorized by 35 U.s.c.
202(d).will impose upon the inventor.1
least those conelitione th.t would .pply
to a sm.ll businell fino contr.ctor
under perqraphs (d)(l) and (3); (n[4):
(h); (i): and lil of the cia_ al
'401.14(.'" .

,.,.to Gov••¥IMIIt'i ', ••••1 to(:""u_of IlIg/lts In 1n....IioI. of
&0.,. ..,.,110 ERIPo,.... .

lD any case whan a Fed~ral employee
Is a co-invanlor of any invenlion m.de
under a fundins agreement with a Imall
businell firm or noaprlllil o'll.nization
and the Federahseney'employinssuch .
co-inv.ntor tralllfers or re...isno the
risbtll has acquired in thesubject
invenlien &om III employee 10 the
contractor as authorized by 35 U.S.C.
202[e). the aslillJ1lllanlwill be m.de
.sub ject to the s.me conditiona as .pply
10 the contractor under the p.lenl rishll
cl._ of ill fundins .areemenl
Asencie. m.y .dd .ddilional conditione .
a. Ions as they are conelltent with 35 '.

·.U.S.c. 201-206. .

'401.11 A!l~ ',.
(.),.. used in this ~clion. the term

".tand.rd cl.u.... me.ne the cl.ule .1
'401.14 of this pari and the cl.use.
previously prescribed by either OMB
Circular A-124 or OMB Sunetin 81-22.

(h) The .seney official inIli.lly
aulhorized 10tak. eny of the followins
action. sh.1I provide the contraclor with
a written st.tement of the basis for his
or her action at the lime the aclion i.
liken. incJudins any rel.vanl f.cl. th.t
were relied upon In takins the aclion.

(1) A refuul 108I'IInl an exlension
under par.8I'IIph (c)(4)of lhe slend.rd
clauses.

T

(2) A requelt for. convey.nce of title work object of the fundid.s .areemenl
under p.rasr.ph (d) of the .t.nd.rd • and th.t luch aetion f. nece...ry to
cl.u.e... .chieve practical .pplicatian of the'

(3) A refu••l te 8I'IInla w.fver under subjectinvenlion or wor~ object. Any
per.srsph (I) of the .I.nd.rd cl.uses. .uch delenoinstian will ~e on thift,card

(4) A refu••lla .pprove an .fler sn opportunity for .:0 .sency·
allisnmenl under parasr.ph (k)(l) of Ihe hearins. The conlrsctor I~all be siVen
stand.rd clsu..., . . prompl notification of the deterrnination

(5) A refusal 10sranl.n exlen.lon of by certified or resi.tered \n.il. Any
ths excluslv.lJc.nN I"nod under .clion commenced for juqici.l review of
parasr.ph (k)(2)of the clauses such delerminstion shell be brought
p""crlbed by either OMBCIrcul.r A-· . within sixty dsy••fter nd,lific.tion of
124 or OMBSun.tie 81..z2; . such detennlnation. I

· (c) Each aseney ihsll estabiish end :. . I
publilh procedures WIde. which .ny 01· . . '401.U .Adlillllillb.IIoi,of,_ RItIMa
theeseney sctioneli.ted in peresr.ph- c CIao_ . _!
(b) of this section m.y be .ppealed 10 r, [.) en the .venll subject invention is
the head of the .seney or de.tsnee. ,. made under fundinll.areimentl of more
Review .1 thi. level .hall consider both . than on••seney. at the reltue.t of the
the f.ctual and lesal basil for-the .. contractor or on their OW7\ inili.tiv. the
eclionl and i~ co.neillency with th•. ·· .sencie••hall dellsnste orte aseneyu
poliey .nd obJecl!vel of 35 USc. zoo,... . re.pon.ible for .dminlstra'tian of the
206. '. rishll of the sovemment i4 the .'

(d) APl"sle procedures nllblished . ,:" invention. I
under P8l'll8l'll~h [c) of this HCtIon shill. " . (h) A,encfn shall prom~t1y 8I'IInl
include .clmlnistratlv. due procesa.. ', ':' unlen there Ie s sfsnili~t ..uon not·
procedures and stendent.for feet-. . to,. request by a nonprofit ors.niza tian .
rlDdlnS .t 1.811comparebl. to thaN let '.,. under peresrsph (1<)[2) of t/le e1.u.es
forth in '401.8 [e) throush Is)w~J: pre.crlbed by either OMSICircul8l'A
there is s dispute a. to the faclual be.... ·'" 124or OMS Bulletin 81-22!inasmuch IS'
for .n .seney requeet for a conveyance -v:- 35 U.s.C 202(c)(7) hes since been
of title lIIIlIer~h [d}of 1M . ....• amended 10ellmin.te the limitation on
.tandard cl._.lDcJudi!'8'~e1isput.. ·.:. the duretlim of exc1u.ive Ijcensei.·
81 t~ w~ether ~r no! an~e:ntion Is • :. SImiI.rl,. unless there i••,sisnmcant
SUbJectlDvenlian. . . reason not to. asencie. Ihall promptly

(~) To the extent that .I1Y of th... _' .pprove.n u.tsnment b,!. nonprofit
.c.l1on. ~cnbed ~ para8l'llph [b) of . . orsanlza tlon 10an orsantz;tion wbich'
th•• sectIOnare subject to apl"el under : has 81 one of llsprlm.ry f1jnctlonethe·
the Contrac1 Dispute ~ct, theP~ .' m.nagement of iJrventlouiwhen •... .
UIIdJ:r the Act will satisfy the . • . request for .pprov.1 hes be... .' ..
requ~remeD:1I ofperqraphs (c}and1dt·: -'.. _sltaled-u:ncIer pare~ph (l<)(1) oi>'
of.!hiuection. .._. :, ,:._.,' : the clausss prescribed by ~ither OMll--

· '401.12 Un ..... of ......"",_, CircnlarA-124-orOMB8ltlleliJ>81-22l.
· IIlsIh1'loll*d_. ,,-.... becauNthep.tent~mellt...~.

· (a) A fundins asreament with a im.n orsanlsation it ensase4l11 pr boltle.·,
buslness firm or • dome.tic IIOnprofit .. sub.t~nli~bltsresl in other
orsanizalion will nol conlaln • provision: 0rslJllUtione ensased ill lIIe manf.eture •
.1I0wins • Federal .seney 10require the or 88le of producll or the life 0'
licen.ins to thirdpertles of Inventions proce.l.. thst misbt uli/izejthe
owned by th" contractor thai are nol . Inventi~n or be in competl~on with
subjecl inventions unlesslUch provision . embodiments of the tnventipn. A. .
hal been .pproved by the .seney he.d .mend.d.~ U.S.C. 202[C)[~) no lonser'
and. written justiflc.tlon has been co.ntlllDl thl~ limitstio,," The poliO) of
sisned by the .seney be.d.Any IUch this subae~lion ~heU!d !,leoib" falla~
provilion will clearly state whether the In COMeclion WIth smular .pp~.ls
licen.ins mey be required In COMection thst m.y be required und.r!lnslilulionai
with the praclice of. IUbjeel invention. P.tent Asreementl, other !'ftent nsbll- .
a specificelly Identifl.d work objecl o. cl.usel, or waivers that prejlste Cbspta'
both. The ageney heed m.y not delesats 18 of TItle 35, United St.t"ICod".
ths .utharity 10.pprov. such provi.lon. (c) Th. President's Paten~Poliey
or to sisn the justification required for Memorendum of February ~8, 1983,
such provisions, . .tates th.1 agenci.. should proteel !h,,'

(h) A Federal agsney wi11l1Ot requirtl'. confidsnli.lity of Invention .i11lclasure.
the liceneins of third perlies under any petsnl.ppllcatlon•. and utilization .
such provision unl.ss the ageney h••d ..po~ rsquIred Inperfono~nce- or in .
detennlnes th.1 the use of the Invention coneequsnca of .w.rd. 10ths extent·
by oth.rs Is necsss.ry for the prectles of permitted by 35 U.s.c. 205or other .
a subject invention or for the use ora applicable l.we. The follDW\ns

I,
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requiremeDla .boulel l>. foUowad for copi..of diacIo...... 0'1n_1Io~ ouchco<uIiliol1l11 .....t.ablloh th.ot!tha
fundinl.lF""ment. covued bJ IDIl .ubmilled by IIUII buaiDea mm.or- lIlyention is beiJIg utRized IOdlIwt j1a
p~datiDa tllia PaA4OI.. nonprofil Of8Inizltiono. plll'luanlll> \)eneftll ..... 1D lbe exf",,' permilfe~ by low or

(1) Toth••xllnL .ulborizelIlly II> por...ph I~} 1Il1bot IIaadard c:I8laM- lOyel, ,,,,ent rerol. tiolll; anif.bfoll' Ilnr
U.s.c. . _L_" -"--' • d, ' .L ._. pubh.OItlHl__t...... ,

. 2ll5, • ...-w-..DOl__ lD reun at ~.14(... except............. (4)"M.d." """" _ fJlrar.tl0II1.....,. .
third p.rtie. ,..,.......t .......-u und. lb. 11m.~_under wlIlda IIlYeolioo __.._cepClo. Of fint-..
the Freedo... of 1IDormlIIloe Act (I'OIA) apllcloa.......bnrj_I• .---ra ..ducliolllo paadice of... iII-Joa.
any iDform&lillGdiakaairll.",bjeci Informatioo punuanllo FOIAN4i- (S) ·'Sm.U Buain... Firm" m....._
Inv.nlioa far • ,,·.Albia lillie In CIIl!N und. ,.,...... 1&)11) .lIIi.lIClio.. buai.Mu CIII-.o .. defined .t oactlon. ~ ol
for. poleAl.ppIiI:atioa lo bo file<\. WllA ..eocie. _, P"bliIb"dirk.. Pub.L~ (tS O.s.c.8Uj and I
reapee''''1Ilbje.ct inlMllliQu cal (4) Nothina ia tIIiI ,. t. . Impiemeol!Dl rqufotiOlll 01tho !
cootrleloro 1IWIt .... IIIIIllJ. ............ lirma Inlendod 10pncIuda rr- - A__rtlllnrSmaII_..
or oonprofil orslllizaliOlll, • _1lIIb1a Includins in lb. imbIica!kllt~ .. - Adminis_ ......Ih~ of ihf.
time .hall be the lim. durins which an de.cribed "" lb. finl__sf. cIo..... 1M_lIededo Iorllllllll'---
inilislpo_.",..-• ..., ....fiI.. per....pb 1e13).tbepabli lise. co_fD_.. 8M....... I

d b() flb I ._--" I-~-'-~- .... '-'ir 'I p......_ .... _dmlIll13Cf1t
un .r parqr.p co. I III-.v m• ..-- ......... '-.-. Ut.3-ll ODd 13CFR 121.3-12, reapecliv I .
c1aun fOlInd .tI4llL14[a}.. aodl...., to lbuxlenI ouchmatslials - will be uaed. . i e,.
c1_mall t.. ...... ill tbs flmdioIl provided al part of .. tecbai"lWplIIte- (1lJ "NcMpan/ito.a--mal... •
agree__Ho-..."-mill' olb....bmilliaa of the_a. _ ....ily or other inllituliOltofIlia!-
d1.cIoasRCb ...~ lnvmtioM UJ2dsr which w....abmittai iIKle, '..1Jo at, . sducalial1oean.orp.niz8liaDoftha!»a
lb. FOiA. 1M ill eli U........ lb. reqllin!meon.or_patelltrll!U delCribedilloectiooSOl(cll3J 01lhallnterul
contraclD. b• ...,.,. _to ~lItn lilIa proYiolGn& at tbItCOllllact.Ha=_ If a Rev..u. Codo of11lSC (2ll11.s.C 5lli(c)lOd
or .ft.r lb. _iDwbica lbecentrscto. .mall bUlin••• firm or nonprofil lXomptli-om !nItIllIrOlld.....ellon!llDt(a, of.
Ia~q~ 10malte an .lectiOIl if fIIlao ors.'· I'MoRfin"1llO!EJ'''''' Ib.lnlematlle-lll ~fZ&I1.S45Otl.lt
contractor u..DO&.IUde. elrtioe putialisr m;.t • ather- I . . or .~hS4.uGI: lCientifitflredaAlfeuMl
withilltbat_Siaailadi . 1D 18UC» conlaina .. cIiacl ulIbjID . OfI:::u-.-MocI"aat.atal 4 III
may .......... FOlA.NljUSlIIl1i~ Inv.ntiOlllll lIbusl__~_·. ora --- I
dlacrelioa if it fiUe that.t!la.... m.T••uu.. tbe lIII!I'!DCY .1El... (b) All tiua efPr!JII:tIMIllfal*i
lnformeti...bH"""';OUU'!lsm . ~_blu... ta--.letU. ",.~maJrelalnthalllitirer!&l>r.
publi.aiM4lay!be iII-.Jor.CDIltrlc:too.Ol publicalicallf tbs -.wilrelx: t1tl•• llllfiDt_r Iluoq(laolttll. wo\rtd C.
olberwi... U. tI>a 1Ip1lqI .....·Ioo fils _ molltbarr- cia It.....ript1If.... Nch.•objecthna"lIolllO!ljecr10IIlr
l!lell wbaM til.lXIDIraclol' fLuDO' report or lab or.iI__1IIG . ~ of thia cIo..... and 3S U.5fC.--
.Iected tills, II m.)'. of CDIII8, """"_ the CIlDlnII:tGrII madmillltl8l,._ W.1breapoct Io."y aubi",:, IDnnb~o III

to -" ·._u _, .L_ .L.... _, \,_"_,,-,, of . which th.COntmclorreflliDl'lftIall!le fOlleroI .
av....._ ... _ .......aty ....3I> app 1 -- =---- aovenuJWlr.lndlbo....DOIIl!ll~

U.s.c. 2Q5,. the di.crelion to delay publi<*i._ noolranlle..bl., irrevocobhr. pIilf.qp Ji.."..
(2) II> 1CCOIda_ willl IIUSc. 2Oi. addItion. pmoda 01dma. 10 pnctlcs .. _ ....licW.Ior .. lea bailII&

..enci...hall not diKIoM ... Illleus f. (5) Nrlt!m'18 iIlliliaparagalllk. ollba UoiIo69taIM tIls ••bj.eU. ' ,. "
• peliodlll16lB8n11oahlntaafiliag Inlmd..h.1imiI tbnlltharttyat ~u.wodA. I
dat.oftiluppli..liBa_tlUdpsl'1isa 8. ' .......dilr3lU.ll.C._.·, (e)IM _diwL ..1IIac:tia..\'Ii...., .. -...
punUIIIIIOl'IfjvealIudNlM.FiedGa CircUDlllance.aotaperilira!l'deaai.... fuu.._.4W' ti • ..,Caal-_ ..~_ t.,
of InfOmllltloll Ad oulllerwi. lOp;". In thIa is..... (1) 'Ibs _ I will........... _...
of any cIDc1unelll wIllch tile -..aq •401.14 Sial...d ...- rIgIIta--. oubjectI1n . II labI'1II8aI~ _" -' '~.:

.·obtalned....,tblaa.- ..lliclaia.pu\ - (._ foIIll .... ~--L.""''' '. W1thin,- lbo_ '.. _ .

. of an appl.icalilalor pa_wilbolb.u.s. a, <D. 114" ma........-u .: . dilC~ It ill wriIiIla",--p....... .... _.
Pal.nt and.l'tad..... Ollica or ID,. pal.1I1 rigbll c1euN IIt!le uad.. - reaponaibl.lor palalll.malllrl. l1lI'di,L e'.' ••-

fo~Jsn pet.ntelfioo mod'" til.. opaciIleIIm' «JJJI!a". to lb• .,.oey .hllbe.in the r.....~. wrIlt.a1t
COIlilaclDr (or ils eu.1lcua.... III """nl~ (SaoJ!BuaineaFirmatIlJ4 re~ IOd.ball identi!y lb. CI>J1tl'lJliI under:, ....

\ )
,.~ " U '''tr--.,--"--,, whicll tIlelrrmlaon WSI' nmI. oedlIlrem!' oy... De. -..,_••vsAllllIL ta ..nnp"". ~....--- lJ,veotor(t). If tloan be nlIleieatI1 ePmPi-

whi~ '!'eCD~~ eiecledta (4) DeSniIi.... illlecMic:a1 delllillO .......'. clem! . ..'
~tam titI..Thi. proiliIailiGn 40sa ..... (1) •..._Iito... .... und._odhIa III theexllntb_~I"""
.xt.nd II>oIi~ to other e1i_., wbi&I> II cr _y be paWlt.a&la ow liIIle of lb. e1iaclo...... 01lbe ollllloj _ ;
sovOlDlllOllI ........ or ClIIl_ClBI 01 olbarwial prntectablanaUt TW. 3S or~ operotioo, IOdlb. phyaico~ chemic&!.
sov.1'IIIIlSDl ageBeiea UDd.. m Uoifed Slale. CocIe. Of 10' ooval.ltiely 01 bioloaicol or electricalcbaroclarlotil:a of a..-
oblisallon '" D1aimaill...ca iafonutio.. planl wf!lcllla GrIlllTt. p",_011 nod.. 1M iIIv.nUolL Tba _ oboll aIao!idan&ifJ
In confid....... PilOtYorieIJ Pro_Act P U.s.Co ZSZIft' lOy publicotion. 011lila or pubneuia ortha

PIAnumberllf.Ss........ aeq.J. ; • IIlveoflonllldwb.thar.maoUicrip~ .
1" to lib" (Z) "SnjaoIlllle n - _ d.lCribina the iIlnmlionb.. beea aUfnnittelf- ,
~1~ ='=p_....u ••_.... Inv_oI _*>..; .._fat : rorpublieatlo.....d.if .... ~il.bsallen

lleaun. 1'1_ ... . .etusll)/ In._ill lb. .cc.pled lor ptIbIicatioltat 1M-Iof .
• upported bf u.. aaency tbrousl>: peaformaalce ol work...autm._« e1iaclOlUl'O.1n IIldili... a/lar diad .m!ll tba
publicalioll ia.ov.l'IlIDeot oe GIbe< p",vided lb.llDlha CUI nlovwly olplasl.. ·"'eDC}'\ ....~wiIIJlftIIllPll" ... <C.

publicalSollO oflecbn1cal rsporta or lb. dall.r datermination fa deIlnad ill th••_ nl the-'....nl &Ill!
conlrlclora or otller& "" m:opilioa of _ti"" 41(d) GIllieP1anlVorieIJ PlofllCffma- maollllripl dalCribinllba inVllltiol(~
thelacl!bat ..ch pllblicolioll. if it Act.7 U.s.C Z401jd)) mUit aloo -lfarlaa' publfcolion ..or.., ona.oJ... pubile_
In I d • ...........ti of _..L·~ th.peftodof_perloom_ ••plannOllIrytt._. I

e u ~.. _,. ID& .......J~_.. (3) "Praeflc:aI App _.. • 12tTh.. C<Muaet ,.;ualeclia~.

InvenliloACOIlId. c:rnts ban ~oIata~ maoafaetna II tIla 01. co I ...." - whethe< ... .,. ..~ lilIe: ... MOl! _
patenl.prollclillIl.it iI the policy ~,the prodnd. III~ce ill ilia .... cI. _ Inventiam bF MXifyi"' F""~
ex.CIIliv. braAcA 1Io!' .....1.. will noL or.at1lod... t. _ .. ill the "'.. witbat_,... d. cIiId Ie~FMOIfIL
lnelud.1n IlIck pnhlr.'"''' prosrama machiHor.,._ uxl. laau& - 1liiertel'. Howe.." 111"', COliwben

I
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publication. on We or pltblic _ h..
Inro.t.d the 0"'''' ."lulory portOO
wherein valid patent protacrion CI1I .till be
ob'.inotI iD the Uniled Sl tho portod Cor
eleeuee 01title may bo Ied by tile
0BOney '0. dale thaI io _thaD IlOdayo
prior 10thoend 01 tho .t.totory period.

(3) ThoconlrDcl« will fileim iDltial pal1!D1
appHcatioD on.~ inveatioo to which It
eject. to retain title within one y.- alter
eleeuee 01 uue or. ifemer. prioIlo theeed
of any mtulory period whenin nJid pelet
prolectiDG can beobtained ill the Ulliled
Stale••fter. publk;ation. oa aaie. or~c
.... The=_..W file p.
applicatioDi in .dditioD&1 COW1trie1 or
mfemationaJ paleDt of6ceawithin either taD
month. of the COl"\"NlICIIldi initial pate.'
.ppliCltion at aU montha from tha date
permiaaion i. granted by til. Coaua.iaioDer o!
Patent, and Tradernarb to file foreign Pi tent
.ppliclltiono """'...ucb fiq h.. boo.
prohibited by. Secrec7 Onler.

(4) Requests for extenlion of the time for
di.clo.u.re. election. .nd flUnw under
.ubp.......pho (I}. (2), aod (3) m.y••1 the.
~lioo 01tho .,.JIq. be pantalL
(d) Condi'iono Wile ..Coy_Mol'
Oblaitl TiU.

Tho ""nltuclDrwill_ 10 tile FodeIal
ogency, __ wtill.. Nq"1I. UIlo to anp
eubjeet inventioa-

(1) If the ttmtroe/Or fllill to di.e1... or elect
tiU. 10 the IUbjeel Inventioc wIIhiD tho tim..
opecified in (c),.bo"- or .lecls not to retain
tiUe; proYided th.1 the _ m.y only
_I titI. withil>eo da)'l .1Iar Iamins of
the foihn or the contraCll>/'to diocIDM or
.leeI withia the.,.afiod -..

(2) In t80N_ ill wba tho
eontrocw foil. to 6lepoteDl_IiClIiono
within the um pecili.d in (c] .bove;
provided; ho r, th.t II the con_rhu .
filed • ~I .ppliaatlollin • ......my .11..
the _ opacified in (c) .boYe. bot ..- II>
I.. receipt or the writt...-- or tba
Fodemlo,.ncy, the _ oboll_..
to Nloin tiUo ill thaI 00UDtrY.

(3) In on~ oounlrY IIIwbich Ill.__
decidn DOt to c:ontia.- the pl'OIeCUtiaa of
an~ .ppHCltiOll fo~ to pay the maiD"'lWltO
f_ on, 01' defend In reeuttlln.tkm Ot'
oppolition proceedlnc CIl, • P1"'Dt on •
.ubj.cliD_
(., MiDinntm JUshI. to ConI7or:tDr end
Pro_n of the Cot>lrtlctIN RlIht 10File
. (1) Th. conlroclDr will "'taln •
non••cl..lv. royalty-ftwllcen.......gIIoal
the workllll .oc:houbjlct _tioa to which
the Go"'.aawnt obtaiDi titl .. except if th.
eon/metor f.ii> 10dioclMo the lo__
withil> Ill. limeI.p.cified in (c~ abo... Tho
conlroclor'lUc.D.J' exleDdi to ill domeadc
oub.idiory end .ffill.t.., If .ny, wtthin the
oorpot1Ile Ilroctunl or which tho ""nlrr>t:tor I.
• party end Includ.. the fisht to _t
ubJice..... of the IAIU' IcopII &0 tbe extent
tho""n_ .... l"lIoIly oblipted 10do ..
It the _ tho ClOIIUoc/ Wit ...otdod. Tho
Hc.n .. to It'llooC...ble ooly w1lb the .pproval
of the Federa1aseney pI ..h.D
It'lln.Imed 10 the .uc or or thaI pony of
th. eontmetor" bulln_ to whJeb th.
invention pertatn.. .

(21 Tho "",,/_', tIom..tic U__y
be_... _ by thofuAdilfl

Federr1I lfIOPC'1Io the _t ", 10
.ebiew ••podtti"". l"cDcel .ppl_.ol
the ,ubteet invention P'\D'I1IIIDt to eo
application for aa exclU'live lice,," IUblDmect
In accordance with applicable prtrfilJon. at
37CFll Part 4OI.nd o,.,.ey HcnoIns
ee,.Iolion. (iC ony~ Thio Iico_ wlU not be
revokld iD thai fi.ld of _ 01' the
,...,.phic.ol ..... 1nwhich tit. controc1Dr
h.. oc:hieYod .,..etk:U .ppIiclI«on.nd
conlill.... 10 ...Ito th. ben_ ol tho
inventioD re..onabl,. aCCftlible to the public.
Th. llcen•• itl .ny fotwiSO """"ltJ m.y bo
revokld llI'modifild -' tho dIoctwtI.. ol the
fundi., Fedem1asent:y 10the _ the
contractor. III 1Jcen_ 01' tbodomeotic
••b.idi.rieI or .fIIIi.l.. h... Coiled to·
.chi... procticoJ .ppliCltiotllntll.t fore""
countty.

(3) lleCo", ",__lion or ttlOdifIcetkm or tha
licon.., tho funding Fedemlasency wtll
turnjlh the contrac:tal" a written notice of Ita
Inl.ntion to ",,,,,k. or modify the 11_. and
the contme/orWiIl bo .lIo'lmlllllrty cIa)'l (Ot'
IUch other time I' may beauthorized b,. the
fundi., Pedorol.,."ey for rood ce_ obawu'
by the ""ntraCIDIj .Iler the notice to obow .
C.UI' wily the110m.. mould not be ......u<ed
Ofmodifi.d. The""ntractor boo the rlaM to
.pp.oI, In .ceordonce with .ppllcabl.
resuJ.«ono itl " CFll Part tOt end _
resul.tiono (If eny) concernJns til. llCODIiDI
of GovemmeDt-ownedinventiona. any
deci,ioD concel'lling the revoc:atica ..
modirlCltioll 01thoIICI.....
(f) Controctor Action to Protael tho
Cov""",eaf.lolllUt

(1) Tho ""nllDcll>r __to~"ar III
. hov. '''CUled aod prompdy dolivOf to tho
Fodera11f801ley alIiD1trumenll n.-.., to
(iJ....blioh or confinn the tiah.. the
eo..mm.nl bu tIIroughoul the world 1D
thO" abject hifentioii. to wtdcb th
contractor eJecta to retaiD title. aDd (ft}
convey tiUoIo tho Pederr1I0_w_
..qu..ted .-pOfW8l'lllll (ell eo.. ..... 1e
enabl. th...-..mont 10oil_ pot.
prolecliotl throughout tha world in ..,
lubject invatJo..

(2) ThecotttraetDr _ to roqlllro. b~
wtiltatl qreemen~ i...mplop othot th..
e1.fiClI .nd lIOfttechnlcolomploy , 10
dioclo.. prompU~In writlns to pe_nne!
idao_ It _potIIible far the
.dminI.ltaliollDf patanlm.ll.. ODd lo •
format_ted bp the con_....
.ubject Inv'nUoo tnado IIlldar _ fa
order tbo1 tho controClllr con compl, with tha
di.cIooun \lfOYIIioDl of_a (c~ aboYo.
and III........ all popero tlICftMlJ 10&Ie
p.l.nt .ppllCltioDO 011 oubloct_.00
to ....blioh tho ,,_DI'. tiP.. iDtba
oubject _.tionL Tblt dio..... fotlll8t
.bould roqulN, It • miDim_ tho
infonution ..qoirod b~ (Clll~ _ 111.
controellN obalI _ oochomployoeo
through _loy• ......,..me or other
" ....bl••ducotiocal_ on tho
Importance of f'OI'll"ia8ln"otiono lit •
.ufficiotll _ 10permll thomiDI of...- •
.ppll.._ prior to u.s. 01' foreiID otatulDrJ
bert,

(31 Tha_tarwW natifJ tho fledtmJJ
o,eney of eny daci..... DOl 10coolin.. tho
prooocutioDof. patent .pplicelloa, pa,
..mlenanee fee.. or defendIn I

••

reexaminatl01J or oppotHiO!\ JII'DCftdIAS on •
P'I"'~ In .ny country, DOl I~•• th.n tIlirty
daY' before the expiratioa at the rnpon.
period required by the rel.v,nt pole.. pffice.

(4) Th. eontmetor__ to Include, within
the .pecification of any Unjt~ Statet patent
applic.ttoftlllnd any pltent'tnuing thwton
coverinll ·.ubj~ invention{ the fonowing
,tlitement, '"Thi. innntion ~a. made with
lovernJDent tuppor! under {Identify the
eon/me/l.worded by (ldenti'fy the Federal
.,.aey). 111. ,ovemmaDI ho. certaJn fishl. In
the m.enUan.'· t
lsISubcoa_ I

I(1)Th. con_r wW itlcfjtd. I!ri. d .....
.uil.bly modified 10id.ntify !he partie•. iD all
wbcontl'lct•. regardJell of tier. for
••perimental, davelopllWltallOf reo.oorcb
work to bo porfonned by • oo\aU buoiD_
finn llI'dOlDO.tic nonprofit IJr8anizotioD. Tha
.ubcoa_ will ",laiD all tisbll provided
for thoClUI/IQctor iD thiI cia... aod tho '
eontroel« will DOl. • put ol(tho
_tioD Cor 'WV<!InI'hO "'-'ll1Ic:to
oblaiD ,;pis ia tho...-.+.oubject_D_ .I

(2) Tho •• wUllnclJ!io lull _
OUbcOll or tier, b
'''POrim.ntal _lop_taldr
_ tho P1taat fl8b1l clnII i;oquitWd ill'
(ci/#__ of",.nq itttpl_1int
lIIu1o/_ ,.FA1l~ \

w:~~~=.~~3;:l.":3 tier.
qen., ..... eontroct (1m no!......,.
_PONti.. ,,,",,,ent), tile "IJP'CY' .
oubconltactor. and the ODIIltac,lor __ ...
the mutual obllplfDftJ or tho pi!rti ted ~
by thi. cI.... "".,tiM•• COIl*",~
lb. oubconltactor end the Fedbol ..."
with ...peel 10 thoma_-:-.et lip tile
clau..: provided; howen:, tho!DOlhillt la
tIli. p.ra",1lh II intended to...OIly
juNdiCliODUDder tha CoIUnclIDitpuhll Ad. •
In COIlIlOCtioA with prooooclit>p!1IDda: .. ;,
_pb Olollhiocla_ 1 ...,
(h) R.portiot .. UtiliA_ oll!alJjoat
IDventiou f

Th. eon__lD~blaJt DB f'IlIUOt.
pefiodic ..porta DO mo" freqvepUy thao
onnua1l~ DO tho utiJizoUooof. ,ubjecl
Inv.ntion at on elf......t obtaiu1"8 oucIt
utiJizotioa th.1 ore heiDI m.d. by tho
eontroCIDr Of IlIliceno... Of.~ Soob
..porta .h.Ulnelud. inIortnotioi' ....mIlnr
tho .1.1u. 01 d...\opmeDt.da .. Oflim
commerical ..Ie or ua, ....,..~
receivld by tho CODltactor, ud"""0_
dat. aod inf.....ti.... tIle.,.qey- m.~
.......bIy opodfy. Thocontra,*""
.,.... to peooicla odcIitional~ •• _
bereqUOlted by tho.,...., itl oOunoctioa
with ony mucb-In proc:wdinf oftdertelt... ill"
tile fIIOIIey In .....rdaocowith~ph Ot
of thi. cI_. AI reqalred by 35,U.S.c.
202(c}(5~ tho ...ney _ II will not
dioclo.. nell infonnation to ~oce outIlcla
tho"'_wlthoot porml..~im of the
CDllt/:'?Ctor. . 1 .
(I) Profa..... b UoIlId llIatao,cluolry ...

Notwith.tandins ony other PfO\"IIIo" of 
e1..... til. controelor __ the,netth.. it
Dor80' ••""..w111,...,.lto., _ the

i
~.

~
I

~io

~...



I
l

8562 Federal Regllter I Vol. 52, No, 52 I Wednelday, March 18, 1987 I Rules and Regulattona]

exclutiVI rishl to u•• or .eU any eubiect
inventionJ In the UnitedStltel unlet. IUch
person .gree. that any producta embodying
the subject invention or produced througb the
ute of the lubject inventiOD will be
manufactured lubltanUaUy in the United
State•. However. in individual cueo.. the
requirement for luch an qreem,nt'IJlI:Y be
waived by the Ft!d~ruJ agency upon I
'howlns by thecontroctor or ill ...ignee th.t
rellanable but WlJUccellfuJ .ITom baye

. been mad. to srant licente. aD.imilu term.
to pol.nli.llicen•••• th.t would be Iik.ly to
manufacture lub.tlntiaUy in lb, United
Statn or that under the circUmallDeeI .
dome.tic manufacture is nol commlricaUy
fe.aibJe.
til Msn:h-in Rishll .

The contractor agree. that with re.pect to
any eublect invention in whichit hIli
acqulNcltiU., the Fed.ru/cqency b.. the
nght in .ccordance with the prucedunr.in 37
CFR 401.8and any lupplemeDtal regulation.
of the asency to require the contractor. aD
'''iBnee or Ixcluiv. beeeeee of. lubject
invention to grant I nonexcht.ive. partiaUy
IxcJu.ive, or exclu.ive licenae i.D any field of
UN to a _ibl••pp!icanl 01' .ppllcanll.
upon t.MII that ............bl. under lb.
c!mImItenCII, end 11 the controeter.
Ulignee. OlexclUliveUcenMe refuJellucb I
requeot the Fed.rul_ey bat the JiBbt to
IVIDt .uch a llClllll Illell 11 the Fed.ruI
cqency d•••rmin.. that

(II Such aclion II n.c....ry bec.e\llll the
t:onlraetol' or .'isnee hi' not taken. or iI not
.xpected to take within ......onobl.lime,
effective Itepi to achieve practical
.pplication of theIUbject invention 10 IUcb
fi.ld of uae.

(21 Such action II n....oery to an.vI...
heelth or aef.ty needl which .... not
reallOnllbl)' Nti.fied by the contractor,
.'Iignee or their licenaeeli

(31 Such .ction Ieneceooery to meel
requlmn.nll for public uae.pecified by
Fed.rsl••lioOlend IUchrequilemenll

..... not ........bly aeli.lied by the
.- t:DntmctDr, Ulignee or lic:euea; or

(f} Such .ClIon it noce.aery bec.e.... lb.
_m.nt requin!d by puqr.pb (i) of thle
daule ha. not been obtained or waived or
bec.euae • licenaee of tha .xclUilve right to .
.... or ..Ueny .ubject inv.ntion in thoUnited
St.t.. il in bre.ch of .uch _m.nL
(1<1 SpecieI Provielono for controcU with
Nonprofit orpniz&tiOOl

If the contractor II a DOnprofit .
orpntzllti.... ltqreee that

(1) Rishll to ••ubject invention in the
United St.t.. IDly not be..Itsned without
the .pprove1 of the Fed.ro/cqency, excePt
where .uch ulignment il made to an
....ntzlItionwhich beo.. one of III prluwy
functions themanaaement of inventiol1l,·
provided that ouch."i8nee wiU be .ubject to
the lime provi.ions II theconlractlJr:

(2)Th. controeter will .b.... roye1ti..
coUecled on ••ubject inv.nlion with thl
inv.ntor, incluclina F.d.rsl employee co
Inventol'l (when the a,ency deems it
appropn.te) when the .ubject inv.ntion I.
I ..isned In .ccorctance with 35V.S.c. 202{')
and 37CPR f01.1O;

131 Th. balence of eny roy.lti.. 01' inoom.
.emed by the contracti!l' with re.pect to

Iubject inventions, after payment of expenle.
(incluclina p.ym.nll to inv.nlorolineid.nti.l"
to theadminiltration of lubject invention••
will be utilized for the .upport of .cl.nlifie
releareb or education: and

(flit wiU melt••ffortl that .........enable
under the ctrcumJtancn to attract lice""..
of .ubject inventio.n that are .meU bu.inell
Ilrmt end that It will,;v•• p...f.rence to.
IIDIU bUlin... ftrmwb.n licenlins ••ubject
inv.ntion 11 the controeter det.rmineo that
lb••maIl bUlin... ftrmb... plen or
propoIII for awIt.tinIthe Invention whicb. 11
ex.cuted. I. equally .. 1ik.IX to brtna the
invention to practica1appllcation a. any
plene or propoNIa !10m .pplicanll th.t .re
not .m.U bUlin... firma: provided. th.l tha
controeter Ie .1.. aetillied that lb. eme1I
bu.in... ftrmb.. the caplbility end
re.ourcel to carT')' out ita plan or propoul
The deci.ion whether to live a preference in
eny .pecllic ca" will be .t the cliacrelion of
the conlracwr. However. th. contractor
agree. that the Secretll')' ml)' review th.
controeter~licenlins progrem end decleloOl
....ardinI.m.U bUilneee :c::nll. end the
contractor will nesotiat. • to ita .
Iicen.ins policl... prucedlll'lll,01' prsctiCII
with !be Secretary wben tha Secretary'l
...vI.w c1ioclo... that the controeter could
take realonable .tepl to lmpl.ment moN
.ff.etiv.ly !bereqlnlDlnll of thleparesrepb
(1<)(4).
(1) Communication

(Compl.1I Acc:ordin& to InotrucliODl It
fOl.S(b))

(b) Wh.n the Department of Ene'llY
(DOE) d.termlnel to ula eJtemative
provilions under f 401.3(a)(4J, the
Itandard claus. at f 401,14(a), above,
Ihall be used with the fOUowing
modifications unle.. a lubltltuta clause
ia drafted by DOE:

(I) The title of the clause shell be
ch8Jl8.d to read II followl: Patent
Ilighu tD NonprofitDOEFacility
OperotD~ ,

(2J Add an "(A)" aft.r "(II" In
paragraph (c)(l) and add lubparagraphs
(B) and (C) to parasraph (cIl1) al
followl:

(B) If thesubject IDvention occumd uncI.r
aetivltin funded by the noval nucl.ar
propul.lolLor _poOl ...I.ted _ of
DOE. th.n tha provl.lone of tbi.
.ubpe:qrapb (e)IIIIB) will apply in li.u of
parqrapba (e)(2) end (3). in eucb caan th.
contractor agree. to a"iBn the IOvemmlnt
the entUt right. We. and intere.t thereto
throlllbout ihe world IDend to tha eubject
Invention except to the extent that righta are
retained by th. contractor throughIlNltlr
nghll d.t.rminaUon 01' under perell'.pb (.~

below. The contrlctor. or ID employee
inventor. with authorizatioa of the contractor.
m.y lubtalt a requ..t for .....ter JiBbIi .t the
Um. th.lDv.ntion II c1iocloaed 01' within •
.....noble tim. th.....ft.r. DOEwiUprocetl
IUch• reqU."t in .ccor<lance wtth prucedlll'lll
at 37CPR 401.15. Each d.t.rminalion of
....ler righll will be lubj.ct to P.......pba
(bHk) of tbi. c1.UII .nd .uch .dclilione1
conclilion.. if .ny, deem.d to be .ppropn.ta
by the Department ofen.'8Y.

•..

1
(el AI the lime In invention it di.c1osed in

_.ccord.nce with (clll)(A}.bov•. pr Within ilO
day. therelfter, the contractor Will .ubmit a
written .t.tement al to whether dr not the
invention occurred under I navaJl'uclear ),lr:

propul.ion or welpo~reJ.ted program of th..
DepartmentofEnergy. U thi••tatement LI nol
m.d within thle tim•.•ubper'll'.l1h {cJ(lllSI
wiU .pply in lieu of perell'.pbl (cJ(Z} end (3).
The contractor Itatement WiU be deemed
conclu.ive unle... Withineo day. !hereafter.
the Contreeun, Officer clia.~.. In writing.

'in whichelle the determinatioD of the
Contrectinl Officer will be d••m.\!
CDDclUlivl unlet. the contractor fiJe. a claim
uncIer the Contrect OJ.puteo Act -rthin eo
deyo aft.r the Contr.eun, Officer,
determinatiOll. Pending relolution;of the
matter, the invention will beaubjepl to
lubpulgrepb (cJ(I){8). j

(3J Peragrlph (1<)(3) of the cl~UI. will
be modified al pre.cribed at 11401.5(s).

'~1.1' o.""r._II••lIoo"
(IJ Thlaaectinn Ippli•• to re!JU.lt. for

greater rlghta in lubject inv.ntlolll made
by contractors wben d.f.rred ! .
d.termlnation provltiolll w.rellnclud.d
In the fundlns agreem.nt beca,,"e one of
the exceptions at f 401.3(aJ wi. Ipplied.
except that the Department of Energy ia .
authorized to proce," d.ferredl
determinations either In accordance
with ita waiver regulatlOlll or t/ril
aectlon. A contractor requeltin8 grelt.r
rlghta Ibould includ. with ita requelt
information on Ita plana and In'.ntlolll
to bring the invention to prsctlceJ
application. Within 90 daYI aft~r
roc.ivins a requ••t and IUPPOr!Jns .
information. or looner if a .tallltory ber
to pat.ntlng II imminen~ the a8ency
should seek to make a determilietlon. In
any even~ if a ber to patentlng!te
Immin.n~unlell the all8ncy pi*,," to file
on ita own. it Ihall authorize the
contractor to file I plt.nt appli!:etlon
pendins a determination by thalall8ncy,
Such a f1lins lhell normelJy be ,t the
contractor'l own rllk and expe"ae.
However. if the ag.ncy lubseq~ently
reful.' to allow the contractor to retain
titl. and .lecta to proceed with \the
pat.nt application under llOveniment
own.rship. it shall reimburse th'a .
contractor for the COlt of prsp~ ud·
filing the plt.nt application. I

(b) U the c1rcut1l1tancel of concerns
which originally l.d the agency!to
Invoke an exception under f 401.3(.) are
not applicable to the actual lubj.ct
Inv.ntion or are no longu validlbeceuse
of lublequent eventl, the agencY Ibould
allow the contractor to retain tltl. to the

.lnvention on the l8II1e conditlom ..
~ would bave applied if the ltandard

c1aule It I 401.14{a) had bean u*ed
originally, unI... 11 h.. be.n licinsed.

Ic) Hparsgrapb (b) il not applicable
the .1I8ftcy shall make ita d.teniunltion

I
I
I
!
I
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••

gov.rnm.nt lic.lII. righllin auch·
applicationa.

(dJ A determinatlcn not to allow the
contractor to retain title to a subiect
invention or torestrict or condition its
titl. with conditionl diff.ring from tho••
In the ciaul' atI401.14(a). unl... made
by the head of tha ag.ncy. Ihall b.
appealabl. by the contractor to an
ag.ncy official at a level above the
peraon who mad. the determtnation,
l'hia appeal ahall ~. subject to the

•••

---- - --- ._-- ._- ---- -------.
•

proc.durel appliCibl. t~app.all under
1401.11 of !hil part. I
f tOl.I' lubnr'u_ en<! Inqu!N»

All "ubmi,"ion" or inqLiri.1 Ihould b.
directed to Federal T.c"Valogy
Manag.m.nt Policy Divi.ion. telephone
number 202-377-0659. Rcjom H4837. U.s.
Department of Comm.rc~. Wuhingtan,
DC 20230. I
(FRDoc. 81oM,aFiled 3-17 r7, 8;45 .m]
-.urIG COCC .,..,.... I

I
!
~

\
i
!
I
I

I
!
!
I
I
I
I
I

I
I

I
~
t
1

.1
I
I

I
t
!,
1,

b...d on an ......m.nt wh.th.r ill
own planl regarding the Inv.ntion will
better promote the polici." and
obj.ctiv," of 35 U.S.C. ZOO than will
contractor own...hip of the invenuon,
Moreov.r. if the ag.ncy i, cencemed
only about Ip.cific UI" or appliCitionl
of the invention, It Ihall cOlllid.r l.avlng
till. in the contractor with additional
conditionl tmpcsed upon the
conlnctor'a u•• of the Invention far
auch apPuCitiona or with eXJNlnd.d




