i\,&u.ﬁbz-\ﬁéa.&\ > S

n\N wal ¥ ,“a o L0 }k\;ﬁ%&z

\YJQ;I \\_\\s\md\sn. V VR 4 1111\,01\“\\«_

h. - .\._i._\.\i . n.\...,\tuh\w._.hmﬂh\

“.x. lecme d _fo A2 i

\Yﬂ \\Q.N\m&\nol\“ S m 0 )

Ek\h‘!l i&knk\\ o i\nwr;.k \W]

/& v Vo

72 _otd

- wraSES

fl]lxx:iil..ii:! ed

Heg ¢ M\\ﬂw{]&t % - H— mti&: 4 E%{\Nrﬁ\

D\. \Qﬁ\\ .‘ Lo /=

. .\
VA Ay \a\ (e cre \vnMﬁ

5 %&\\ sl \Q%«.ﬁ h\ ’ uk P




ST e L2t A~ 1 %7 -
_______ PPN ;Q o S The. ﬁ-.me;(-
_______ : C {‘e‘a/ué/ et q Con e foows . ;
e K /:1 4 ;/ s ithm Yo ¢b, ol
-3 DE N C O /it - 2V I .
. /IJ/ Zﬂ%c—ﬂl -y //‘g—sp ,4“_&/‘(7‘6
_)Ac_fl-:e mmmmm _%4 o et f eew_.tm_d__:?z:mc:u«fe-d?——mg
- %&!’L ALC.2 2 A;-—r L) _a/‘-’ /"-Me .
_ f ¢4 PRV S R B
R . DW w IS I /;/ be Tre
........... _...M_,,,,_‘,.wm,‘..__.wﬂé,@ﬂ/hgqa/ ,L_,‘ oy L e
_____ —@neo.. a,wé Vg B Y | ped Cene B £ _
/94 L wie L a

ﬁ_mm_w — _4-/@ el QSO
328, 7

. 7.VIV N ‘ ; ot sden L. B
ﬁ—g ?ﬂ eecc @  4iv Ne o 4w£ A
Q/ﬁ/‘_/ e a Fiyns ‘ -




From: Norman Latker

To: . williamy@nigms.nih.gov
Date: Thu, Oct 26, 2000 2:44 PM
Subject: FOI Case No. 25880

Pear. Ms. Williams,

At this time, my interest in grant U54 GMB2114-01 is limited to the grant page where the grantee a
as a condition of the grant fo abide by the DHHS policies in effect on the date of the grantee’s exec
acceptance of the grani.

zcepts

uted

This should be the last page of the grant documents (not the grant application). If you are abie to |dent|fy

this page [ would appreciate a fax copy at (202) 737-3528.

Further, my initial request was limited to the grant documents whlch does not include any matenals :

provided by the grantee in the grant appllcatlon
Sincerely,
Norman J. Latker

NJL:dr




s\ﬁﬂxg’“%‘. 4, %

g _ DEPARTMENT OF HEALTH & HUMAN SERVICES Public Health Service
, f

MNational Institutes of Health
National Institute of

General Medical Sciences
Bethesda, Mar{(land 20892-6200

_ http:/]www.nignis.nih.gov:

October 23, 2000 ! | )
I ocT 2 82000

Norman Latker

Browdy and Neimark, P.L.L.C. iy i i =
. 3 EIA I AA R D

Patent and Trademark Causes .

624 Ninth Street, N.W. _ -

Washington, D. C. 20001-5303 RE: FOI Case No. 25880

Dear Mr. Latker:

This acknowledges your September 15, 2000 Freedom of Information Act request. You
requested a copy of grant, US4 GM62114-01, “Alliance for Cellular Signaling-Phase 11"
awarded to Alfred G. Gilman, M.D. by the National Institute of General Medical
Sciences of the National Institutes of Health o

»..

We will send you all material consistent with the exemptions recognized by the Freedon
of Information Act. It is Department of Health and Human Services policy to expunge

social security numbers, EIN numbers, birth dates, percentage of effort, institutional bas;
salary, source of private support, pending support, and any patenatable material whereve
they appear throughout the grant material. The priority score, direct costs recommended,
evaluation, opinion, and information pertaining to the budget recommendation are also |
expunged from the summary statements. If you feel that this information should not be |
excluded from the material, please advise me and I will consult with the NIH Freedom of
Information Officer. ' '

[od

[

We are asking the grantee to advise this office if release of the material you requested
will adversely affect any patent rights or reveal other confidential commercial or financial
information. Subsequent to receipt of such advice this office will make a decision -
regarding releasability. We will do everything possible to comply with your request in a
timely manner. Please feel free to cail me on (301) 594- 5135 for additional information
or to inquire about the status of your request.

In accordance with the Freedom of Information Act and Department of Health and _
Human Services Regulations charges for duplication, search time, review time and edit |
will be made if applicable. :

U}'\\\\umx{ ' n}$ms. .. Sincerely, - o
. g

Freedom of Information Coordinator _
The National Institute of General Medical Sciences

45 Center Drive, MSC 6200, Bethesda, MD 20892-6200
Room 2AN.32, Phone: (301) 594-5135, (Fax): (301) 480-1969
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- Ineellectual property scarcely existed in the

- administrators even 5 years ago. Now itisan
ever-present Part of discussions on research

B60S 263 1064  W.ALR.F.

A\l

‘AMERICAN .
ASS0CIATION FORTHE
ADVANCEMENT OF

- SCIENCE

—
150 YEARS - 1848-1998

vocabularies of U.S. academic researchers and

policies and directions. This new importance
of intellectual property in academia reflects a
changing view of the relationships of research
universities to the surroundlng society. Ungil
tecently, research at universities has been rel-
atively isolated from demands of economic
utility, and education of graduate students has
emphasized a career in academic research as
the final goal. The university’s contentment

@ooz 003

THE RISE OF INTELLECTUAL
PROPERTY PROTECTION IN
THE AMERICAN UNIVERSITY

mercial licensee must devote substantial tin
and money to awempt to develop the technol
gy, with no guarantee char it will be successh
Exclusive licenses are an inducement and rews
for a company willing to step forward and o
such a risk—knowing thar if irsucceeds in ¢
development, the exclusive license will prote
it from more risk-averse competitors.

Now almost zll research universities in ¢
United Seates have tcchnology licensing oper
gions, The number of U.S. patents granted
American unjversities in a year rose from abo
300 in 1980 to almest 2000 in 1995, A survey

with this relative isolation was affected by two N is di univesity licensing activities documents 5396
major events of the late 19805 and early 1990s: th.i'l;{\ 5 EJ; 5 ELP;JC B rec(c)orfﬁzf censes granted by universities berween 1991 &
the fall of the Berlin Wa[rTe;dmg 10 4n ex- echnology Licensing € 1995." More than 250 new companies we

pected decrease in milicry funding of re-
search, and the cmphasis on balancing the
federal budger—both producing a fearof ade- e 1086
cline in federal funding of university rescarch.

The reaction on the part of the university has been to emphasize
the benefits of taxpayer funding of research and 1o seek increased
resezrch support from industry. Intellecrual property plays an im-
portant part it both of these efforts.

The impuct of the Bayh-Dole cmendment. Economic develops
tnene through exploitation of intellectual propercy is now wide-
ly touted as one of the major benefits of federlly sponsored re-
search. This effect was givett a major boost by the passage of the
Bayh-Dole Act (Public Law 96-517), imhplemented in 1980. The
primary intent of this law was to faster the growth of rechnolo-
gy-based small businesses by sllowing them to own the paten
that arose out of federatly sponsored research.

Universisies and other nonprofit recipients of federal funding
were included in the definition of “saall entities” benefiting
from the Bayh-Dole Act, largely as an afterthought. Under the
Bayh-Dole Act, the universities themselves would not develop
the patented technologies, but would license the patents to in-
dustry. A provision of the law allowed the universities to retain
royalties from such licensing and specificd that a fraction of the
rovalties would be shated as personal income to the inventors. By
law, the univetsity’s shace of the royalties must be plowed back
into its research and educarional activities.

A key aspect of university licensing of their inventions under
Bayh-Dole was the granting of exclusivity. How could the federal
guvernment justify allowing a single company o be given the ad-
vantage of intellectual property developed under mxpayer fund-
ing? The universitics pointed out that exclusive licenses were im-

- peraive for the development of carly-srage technolopy. The com-

The authar Is at the Massachusetts Institute of Techrolegy, Five Cambridge
Center, Kondall Square, Cambridge, MA 021421493, USA,

0. E. Massing, £d., AUTM Licensing Survay, FY1991-1595, Five-Year Sur-
vey Surmmary (Assocxahon of Univershy Technology Manegers, Norwalk, CT,
1986), p. 58. M. Prassman, S. K, Guterman, |. Abrams, D. E. Geist

. l,Nelsen J. Assoc. Technol. Managers ¢, 49 (1995).

of the Massachusetrs Institute of
Technology, where she has been

formed directly through univessity licerses
1996—and a total of more than 1900 compan
since the Inception of the Bayh-Dole Act
1980. Hundreds of products are already on ¢
market that were developed under licenses—ranging from v
vaccine: [0 computer secutity systems, electronic music chi
chemotherapeutic agents, and low-pollution industrial bumers.
The direct economic impact of rechnalogy licensing on t
universities thernselves has been relatively small {a surprisc
many who believed that royalties could compensate for decl:
ing federal support of research). Although 2 very few, and hig
ly visible, “blockbuster” inventions such as the Cohen-Boy
gene-splicing patent from Stanford University and the Univer
ty of California, the fax patent owned by lowa State, and the ¢
platin patents of Michigan State University have made tens
millions for universities, mest university licensing offices bar
break even. In contrast, the impact of univemity technolc

. rransfer on the local and national ceonomies has been subst:

tial, and leads to the conclusion that the Bayh-Dole Actis ¢
of the rost successful pieees of economic development and jc
creation legistation in recent history. It has been estimated” t
more than 200,000 jobs have been created in the United Stz

~in product development and manufacturing of products fr:

university licenses, with the number increasing fairly rapidly
the licenses mature.

These results of university licunsing have been noted w
great interest by local communities, state legislatures, the U
Congress, and many policy-makers abroad. Locally, some

.. versities have noted a lessening (and even “sweetening”) of -

“towmigown” conflict, as cities such s Cambridpe sec new e«
panies and jobs springing up out of the universities in their cc
munities. State povemments are setting aside moneys specifis
ly to fund technology transfer offices and new-tompany incu
tors in their universities, The phrase “Bayh-Dole” is heard

quently in Japen and Germany a5 their educational minist
seek 1o emulate the U.S, university technology transfer syste

Industrial suppore oftmumzy research, Parallel with the de-
opment of the university infrastructure for protection and lice

- ing of intellectual property has come an inereased interest (n

SCIENCE » VOL. 279 « 6 MARCH 1°98 . wwwsclcmcmag org
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search parmershtps between industry and univetsities—from
both parmess. Universities see industrial support as porential re-
placement for funds cut by the federal government. Industry has
many reasons for increased interest: Technology is developing
100 rapidly for in-house developimiont to be sufficient; contral re-
search laboratories with cutting-edge scientiss were closad
down in the draconian downesizing of the late 1980s and early
199, and companies are reluctant to rebuild them; universicies
have specialized facilities and staff that cannot readily be ob-
taired elsewhére; and companies can experiment with new
technologies argd approaches ac universitics without committing
to hiring pemianently the expertise that will be nceded to de-
velop these logies.

[nte!lectual[ {property terms have becomc vitally important.
The company wan:s to be assured that it can use the results of
the research—and that these results will not be available to
their competitors. But most universitics insist that dissemina-
tion of research results is key to their identity and mission and
will not agres to keep the projeet vesults secret. The key to re-
solving thisdilemma s 1o grant patents: The university will pub-
lish the results, but will first agree to file parencs that will procect
the company's exclusivity in the commercial markeeplace,

The crivicallfactor in making this ac-
commodation} work is an efficient,
knowledgeableitechnology transfer pro-
cess at the university. The negotiators
must be savvy about both technology
ard business, able to understand the in-
dustrial partner's needs and to craft rea-
sonable mtel[ec:ual property tetms that
meet those needs while preserving the
rights, poltmes._&nd freedom of action of
the uwiversity.) These university tech-
nology transfer professionals are part of a
new and surprisingly creative profession.

Impact on s . An unpredicred
effect of the ir'creasmg intcrast in ex-
ploitation of university intellectual prop-
erty has been that on students and the
educational process. Contrary to expecs
tations that paténting and technology transfer night somehow
shut out srudenés from full participation in the research process,
the effect has instead been to motivate students and to increase
their awarencss|of the potential commercial wtility of their re-
search findings, E

Many engmeenng. design, and business development
COULsEs Now anplude at lcast one session on patenting and
technology tranisfer. Product development courses, previously

unknown, are nbw popular in even the most science-based en- .

gineering schools. The biggest impact of university technolo-
gy transfer on stydents comnes from the success of start-up com-
panies based oq university licenses. The process tends to be
very visible on rampus, providing role models for many stu-
dents. At the Massachusetts Institute of Technology, for ex-
ample, the annt 4al student business plan contest elicits 75 to
10C entries, @ farge fraction of which are based on plarns that
the students fully intend to tum into businesses, Of the six
serpifinalists each year, mote than half achieve venturc eapital
financing, and many who do not make the semifinals never-
theless go on toifo:m successful companies,

Entrepreneutship courses and entreprencutship t-racl:s in
MBA programs are now among the most popular cfferings in
business schools, and an increasingly large number of gradu-
ates gre seeking| employment in venture capitsl or in start-up
cotapanies. A relatwcly new trend is that of jobnt programs

i

 T608 263 1064 . -

“THIS NEW
IMPORTANCE OF
INTELLECTUAL PROPERTY
IN ACADEMIA REFLECTS
A CHANGING VIEW OF
THE RELATIONSHIPS
OF RESEARCH
UNIVERSITIES TO
THE SURROUNDING
SOCIETY.”

between engineering and business schools, many ‘of which
stress moving technology “from the laboratory to che pro~
duction floor.”

The futiere: trends and problems. University management of in-
tellectyal property is still young, and both policy-makers and
technology transfer officers are learning by doing, Most policies
have been formed ad hoc, with medifications made as prablems
arise. Yet the field is beginning to mature, Certain norms have
arisen and some issues, such as taking of cuiey in start-up com-
panies as a form of royaltes, were initially highly controversial,
but have become accepted 25 experience is gained and the pre-
dicted disasters have been largely avested through thoughthul for-

" mation and enforcement of policies. With maturity, however, are

coming rew problems and challenges, as there &s an inherent con-
flict between free dissemination of knowledge (widely accepted as
the university’s ptimary mission), industry needs for confidential-
ity arxd control of intellectual property, and the university's obli-
gation to protect and foster the development of its intellectual
property in the cause of public economic development.
Although the past 10 years have shown that effective com-
promises can be wrought between these competing objectives,
new situations show that these compromiscs may nat be suti-
cient. Examples include:
* Restriceed availability or delays in ex-
change of “reszarch tools” (such as vec-
tors or transgenic mice) in biological re-
search.
s “Inappropriate” granting of .exclusive
licenses (such as the licensing of receptor
“rargets” for high-throughpue drug
screening) where wide availability might
better foster development.
# New forms of collaboration with indus-
try that do not lend themselves 1o the
“sponsered research” medel. For exarmple,
should the university insist on owning
the intellectual propscty when a compa-
ny sponsors 2 design competition in an
undergraduate dcsugn class for idess w im-

. prove the company’s cameral Or how [

should the umvchlty treat collabotative projects where the stu-
dent spends half of his or her time 25 an intem in the company’s
laboratory, and half in the university lab?

* Trading-off of benefits to the university may conflict with the
expectationis of the researchers. A recent suit against the Uni-
versity of California {Singer v. The Regents of the University of
California}, for example, alleged that the university gave overly
favorable licensing terms v a company in return for sponsored
research funds, depriving the inventors of substantlal potential
royalties

" ® Tenure evaluations. Junior faculty members worry about
whether participation in technology tansfer is good or bad for -
- their tenure prospects. Some are concerned that any such activ-

ities wilt lead to the assumprion that their academic pursuits are
not pritnary in their minds. Others assurne that licerises are crit-
jeal to the tenure committee deciding that the researcher’s tech-
nology is “important.”

Policy fiats, changes in the law, or even attempts 1o catego-
tize types of invelfectual property and the “appropriate” handiing
of them are very likely doomed to have overly broad effects with
harmful, uninterded eonsequences. The answer at the present

time seems to be to handle situations on a case-by-case basis, bur il

under a procass of continual dedication within the umiversity to
“do the right thing™—and a continuing search to discover what

the “right thing” is.
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NIMH Technology Transfer Office Staff:
TTO Director (& TDC): Kathleen M. Conn
{Tachnology Transfer Specialist: Suzanne L. Winfield :
. Technology Development Adminisirative Specialist: Joyce L. Williams

[Phone: (301) 496-8828 FAX: (301) 480-1384
: Mailing Address: Building 10, Room 4N222

| NIMH Technology Transfer Office Web Site:
| http:/fint X v/techtran

or you may access our website through the NIVIH Home page (click on the
Intramural Research Program)

You may alsa msh to review the information on the NIH Office of Technalogy Transfer Web

j NJMH Venian Rcvi.wd SI.ZW '

pproved by TTPB on LL/19/98
Update approved by OTT an 5/25/00
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The primary mission of the NIH is to acquire new knowledge through the conduct and support of
biomedical research to improve the health of the American people. In pursning this mission,

i NTH scientists often discover new technologies. The process of sharing these new technologies

i with other organizations and the public is called technology transfer, Although not all inclusive,
‘1the sharing of new research materials with colleagues, the pursuit of collaborative relationships
with outside entities, and the awarding of intellectual property rights to commercial entities for
development and commiercialization, are all considered technology transfer activities.

Fedearal technology tansfer is governed by a comprehensive set of laws, regulations, and policies.
{To ensure awareness and compliance with those requirsments, every Institute/Center (IC) has
idesignated a Technoiogy Development Coordinator (TIDC) who assists IC seientists with
technology transfer jssues. Your TDC i3 available to discuss any discovery, proposed
collaborative working relationship or sharing of manctials,

{The following are highlights of some key activities and issues involved in technology transfer.

Material Transfer Agreements (MTAs) NIH uses this mechanism when there is an
exchange of materials without an exchange of intellectual property rights. An MTA

protects the scientist and the NIH against improper use of materials. Current NIH policy
requires that MTAs be used whenever an NIH scientist sends out or receives materials,
e.g. cDNAs, cell lines, amibadm, ate. ﬂ:ese agreements must be signed by authorized
IC personnel,

The Simple Letter Agreement (SLA) is the MTA that NIH and a number of other non»
profit institutions have agreed to use for the transfer of mast materials, Care must be
exercised, however, in using the SLA for proprietary materials that could be patentable,
particularly when a patent application hus not yet been filed. In this situation, the SLA
can be modified by the institute to include a confidentiality clause (or, if you wish to have
a mote indepth discussion about the material, a separate confidentiality agresment can be
signed). In situations where another institution has modified the SLA ot has sent you its
own MTA for signature, you must contact your IC technology transfer office for review
of the agreament.

Cooperative Research and Development Agreements (CRADAgs) CRADAs are a

mechanjsm used by NIH scientists to collaborate with other organizations outside of NIH.
CRADAS allow the exchange of resources including materials, personnel, and equipment
among the parties and may confer intellectual property rights. Additionally, funds can be
transferred to, but not from, the NIH laboratory/branch to assist in carrying out the
project. Since CRADAs involve important legal and ethical constraints on the scientist
and the research project, there is a formal clearance process for all NTH CRADAs, A
scientist contemplating the use of a CRADA should contact their IC TDC.

Inventions Inventions arise from new discoveries including, but not limited to, vaccines,
diagnostics, devices, compounds, research tools, compositions of matter, or any new and
useful improvements on existing tectinologies. Inventions made by Federal employees

Fe-C@'d 9858 B8 T HS0-SWIIN trZ:6@ BeEg-LE-NIL




Summary of Technalogy Transfer Responsibilities
" - “For the NIH Scientist

Attached is a Technology Transfer handout that will provide to you some basic
linformation about the NIH scientist's responsibilities in the area of inventions, material
transfers, Cooperative R&D Agreements (CRADAS) and other related topics. Alsc
Tineluded is the NIMH Technology Transfer Office's web site address and information on
Thow to directly contact the NIMH Technology Transfer Office. -

i have recelved the handout on the technology transfer responsnbihtfes of an NIH
scientist and | am aware of who shauld be contacted for advice in these matters.

iSigﬁatura  Date

Printed Name

TECHNOLOGY TRANSFER & YOU
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and persons under ceriain other types of appointmmfs_beiong to the Federal
Guovernment and, as required by 45 CFR 7.1, must be reported by using the PHS
Employee Invention Report (EIR) Form PHS 6364,

Patents NIH may seek 2 patent on a reported invention when it is necessary to facilitate
and attract investment by commercial partners for further research and commercial
development of the technology.

Dates are critical in patent law because disclosures such as posters, abstracts, talks, public
databases or published manuseripts made prior to filing a patent application with the
appropriate patent offices may eliminate NIH's abiliry to obtain comprehensive patent
protection on an invention. If you believe you have a new invention, it is important to
contact your IC TDC who may suggest that you file an Employee Invention Report
(EIR) as soon as possible. If an invention exists, there is no reason to wait until
preparation of a scientific paper or scheduling of an oral/iposter presentation before an
EIR is filed.

Licences A license is a mechanism used by NIH to award NIH inteflectual property
tights to & cotnmercial entity, NIH may seek to license a new technology reported by an
employee whether or not that technology is patented. NIH seeks to ensure the

-~ development of technologies and the availability of research tools to advance further
scientific discovery through the use of various types of licenses.

Royalty Distribution NIH provides financial incentives to inventors from royalty
income received under licenses to their inventions. NTH inventors share the first $2,000
of royalty income received under a license and a percentage thereafter up to a maximum
of $150,000 in royalty incotne per invenior per year. The remaining income is returned to
the IC for use as prescribed by law.

Confidentiality This is an important issue in technology wansfer sitice these activities
involve considerable interaction with the private sector. Collaborative agreements,
patents, and licenses all require some degree of confidentiality, which must be carefully
considered and balanced to ensure a thriving scientific enterprise. Confidential
Disclosure Apreements {CDAs), signed by ICs and other organizations, are one
mechanism which allows signatories to freely exchange information that could be
beneficial to the selentific, and publie health mission of the NIH yet ingure that
information is not made available to the public prior to official disclosure,

Ethics As stewards of the public trust, Federal employees must always be aware of
practicing ethical behavior. This is particularly important for NIH scientists participating
in techmology transfer activities, NIH scientists must be vigilant in ensuring that they are
not using public resources for private and personal gain, NIH seientists should consult
their IC TDC and/or Ethics Officer when contemplating technology transfer activities.

To learn more about your rights and responsibilities regarding technology transfer, consult
your Institute’s Technology Transfer Office:
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Norman J. Latker

Page 1
NORMAN J. LATKER
5112 Edgemoor Lane . Home: (301) 951-0375
Bethesda, MD 20814 Office: (202) 628-5197

TITLE:
Managing Attorney
Browdy and Neimark
~ EDUCATION: -
B.S. Civil Engineering, 1953 from the University of lilinois
J.D., 1956 from the University of lllinocis (U. of I.)
L.L.D., Honorary Doctor of Laws, 1985 from the U. of |
Post gra:duate courses in electronics, advanced chemistry, biochemistry, and
medicinal chemistry. :
Judge Advocate General's Procurement Law School, University of Virginia, 1961.
EXPERIENCE:

BROWDY AND NEIMARK 1990 to Present

Managing Attomey

Responsible for the management of BROWDY AND NEIMARK, a 35 person law
firm specializing since 1952 in intellectual property law including patents, |
trademarks, trade secrets, copyrights, unfair competition, and related licensing
and litigation. | | :

BROWDY AND NEIMARK is particularly noted for its involvement with the Jife
sciences, including molecular biclogy, microbiology, immunology, pharmacology,
and biomedical engineering. In addition to managing the firm, also pursues the

prosecution of patent applications and license agreements for the firm.




Norman J. Latker
Page 2

MAXWELL COMMUNICATIONS CORPORATION, 1987 to 1989

Vice President, Legal and Technology Affairs, University Sciences and
Engineering Technology (USET)

Responsible for identification of acquisition candidates for new Maxwell
technology management corporation (USET) and design and developmentiof an
on-line technology database for commercial sale.

PEPARTMENT OF COMMERCE, 1982 to 1988

Director, Ofﬂce of Federal Technology Management, Office of Productlwtv,
Technoloqv and Innovation

Responsible for the identification of problems that would affect the licensing and
utilization of technology resulting from Federally-funded research. Government-
wide administrative, legislative or regulatory positions developed and
implemented.

SMALL BUSINESS ADMINISTRATION, 1980 to 1982

Assistant Chief Counsel for Patents and Besearch and Development

Responsible for the resolution of intellectual property, and research and
development problems that affect small business through administrative,
legislative or regulatory recommendations. (On loan to Office of Federal
Procurement Policy, OMB to develop OMB Circular A-124.)

DEPARTMENT OF HEALTH, EDUCATION AND WELFARE

Department Patent Counsel, Office of General C.ounsel
1965 - 1980

Responsible for administration of the Department's technology licensing and
patent program including legal and administrative services relating to patents,
inventions, copyrights and licensing of intellectual property resuiting from the
Department's multi-billion dollar research program.

—

National {nstitutes of Health, 1963 - 1965

Patent Counsel, Office of the Director




BEFORE 1963

Patent Examiner, U.S. Patent and Trademark Office.

Norman J. La
Page 3

tker

Responsible for examining patent applications for inventions in the building arts.

Civil Engineer, lllinois State Highway Department

Responsible for inspection of bridges and highways for code compliance. |

MAJOR PROFESSIONAL AéCOMPLlSHllJIENTS'

QO

1969 to 1975-Developed and implemented the Institutional Patent
Agreement Policy and Regulations for Department of Health, Educa
‘and Welfare (DHEW). These served as precursor to the Bayh-Dole
which established umverSlty technology management programs.

Aided universities and othe( DHEW contractors in the delivery of ov
health-related mventlons t the marketplace and the licensing of ma
other inventions.

3 i

1963 to 1978-Managed the DHEW patent portfoho and technology
licensing program.

Architect of the Bayh-Doie Act, the University and Small Business P
Act of 1980 (P.L. 96-517), which built on DHEW experience and
established a national policy of smali-business and university owner
technology resultmg from: federal research.

1980 to 1982-Developed the ‘implementing regulations for the Bayh:-
%(OMB Circular A-124).
AN
19

2-Assisted the Senate Small Business Committee in the concep

the Sn{all Business Innovation Development Act of 1982 (P.L. 97-207).

\

Develo;} d the President's Patent Policy Memorandum of 1983 whi¢

expanded'contractor ownership policies\to those not covered by the
Dole Act. |

1984-Architect
the Bayh-Dole A

!

- 1984 to 1987-Deve§1ed the implementing reguthl?s for P.L. 98-620 (37

C.R.R. 401).

s

tion
Act

er 75
ny

atent

ship of
Dole
tion of

h
Bayh-

\t’ .L.-98-620, which extends\and lmproves the con uept of




Norman J. Latker
Page 4

O 1982 to 1987-Designed and essisted in creating the "Office of F_ederal
Technology Management" in the Department of Commerce. 2

Q  Architect of the Federal Laboratory Technology Transfer Act of 1986 P.L.
99-502, which extends the concepts of decentralized technology
management of the Bayh-Dole Act to inventions made at Federally
managed laboratories. '

O 1987 Assisted in development of Executive Order 12591 "Facnlltatlng
Access to Science and Technology."

SPECIAL AWARDS:

Presidential Citation

For development of patent section of the Nonnuclear Energy Research and
Development Act, 1974. '

Small Business Administration

Outstanding Performance Citation, 1980

Department of Commerce

* Secretarial Citation for development of President Reagan's February 18, 1983
memorandum on Government Patent Policy

Outstanding Performance Citations, 1984, 1985, 1986 and 1987

1983 Department Silver Medal for "contribution leading to new products, industries
and jobs through the commercialization of Federally funded technologies.”

1987 Department Bronze Medal for "passage of the Federal Technology Tlansfer
Act of 1986."

University of lllinois

Chi Epsilon, National Civil Engineering Society for high Scholastic Achievement

Honorary Doctor of Laws, 1985 for "commitment and dedication to improving the -
national environment for research (which has) led to a national technology alltance
involving the Federal govemment, universities, and private industry.” (Copy

Attached)
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'Associat'io-n of University Technology Adminstrators (AUTM)

1983, *The Birch Award® for "unselfish commitment to establish and preserve-the -
values of the technology transfer process."

The Association of Federal Technology Transfer Executives (AFT?E)

July 13, 1994, "Vannevar Bush Award" for " ‘outstanding contribution to the United
States of America for creating the model for successful public and private
technology partnership.”

OTHER;

Guest Lécturer 1980 to 1987, George Washington University
Procurement Law - “Technology Transfer and Government
Intellectual Property Policy".

INTERAGENCY EXECUTIVE AND LEGISLATIVE COMMITTEE AND COMMISSION
SERVICE:

Chairman, Department of Commerce Interagency Committee to Iimplement the
Federal Technology Transfer Act of 1986.

Chairman, Subcommittee on University Patent Policy of the Federal Council for
Science, Engineering and Technology, 1971 to 1978.
Vice-Chairman, Subcommittee on Intellectual Property of the Federal Council for

Science, Engineering and Technology, 1974 to 1978.

Technical Advisor on Intellectual Property and Research and Development to
Subcommittee on the Constitution of Senate Judiciary, 1976 to 1980.

House Committee on Science and Technology's Workshop on Aid to the
Handicapped, 1980 (recommendations resulted in Orphan Drug Act).

DHEW Interagency Committee on Significant Drugs with Little Commercial; Value,
1978 (Recommendations lead to Orphan Drug Act).

Draftsman for the Patent Task Force for the Commission on Government
Procurement, 1971.
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Interagency Drafting Committee for Development of the
Federal Property Management Regulations on Licensing of
Government-Owned Inventions, 1980 to 1982.

Interagency Drafting Committee for Development of Standard
Patent Rights Clauses for use in the Federal Procurement
Regulations, 1971 to 1986.

PROFESSIONAL SOCIETIES:

American Bar Association

Federal Bar Association

American Intellectual Property Law Association
Licensing Executive Society

Association of University Technology Managers (AUTM)
Maryland Patent Law Association

BAR MEMBERSHIP:

Hlinois, Dlstrlct of Columbia, U.S. Patent Office and
Unlted States Supreme Court

PUBLICATIONS, PRESENTATIONS, AND TESTIMONY:

"Washington in Review", Presentation to Society of University Patent
Administrators, February, 1988.

‘Commercializing the Results of Federal Research and
Development", Testimony before the Senate Jud|C|ary
Commlttee February, 1987. '

L 1+
=
—

"Public Law 98-620 Regulations", Presentation to Society of University Pat
Administrators, June, 1986.

"Transfer of Technology Resulting from Government Funded
Research”, Presentation to Licensing Executive Society, May, 1986.

"Small Business Innovation Research Program”, Testimony before U.S. House of
Representatives Committee on Small Business, May, 1986.

"Federal Initiatives for Innovation," Presentation to American Intellectual-Property
Law Association, May, 1984, .
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"Technology Management”, Presentation to Aerospace Industries Assocnation of
America, April, 1983.

"Current Status of Legislation Affecting the Licensing of Technology", Presentation
to Licensing Executive society, October, 1980.

"The Philosophy of Different Policies on Disposing of
Government Funded Inventions", Presentation to Govermment
Patent Lawyers Association, April, 1979.

“The Ramifications of the Small Business and University
- Patent Procedures Act", Presentation to the 2nd Annual
TechEx World Fair, March, 1979.

"The Impact of Laws and Regulations on the Innovation
Process", Presentation to Society of University Patent
Administrators, February, 1977.

"Current Government Patent Policy as Applicable to
Universities and Nonprofit Organization', Presentation to
American Patent Law Association, January, 1976.

"The Protection of Intellectual Property Under the Fourth Exemption of the
Freedom of Information Act", Presentation to Academy of Pharmaceutical
Sciences, November, 1975.

"Current Trends in Technology Transfer", Presentation to
Third Annual University/industry Forum Technology Exchange,
February, 1975.

"Universities Opportunities and Responsibilities",
Presentation to Conference on Technology Transfer, Case
Western University, October, 1974.

"Science Policy Implications of DNA Recombinant Molecule Research”, Testimony
before U.S. House of Representatives committee on Science and Technology,
May, 1977. -

"Government Patent Policy", Testimony before U.S. House of Representatives
- Committee on Science and Technology, September, 1976.

"Utilization of Government-Owned Health and Welfare :
Inventions", Journal of the Patent Office Society, November, 1965.
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PERSONAL:

Married to Carole H. Latker, Ph.D., Health Scientist Administrator, National
Institute_s of Health

Two Children:
Miriam E. Sell, M.D.
Richard E. Latker, Business Editor, Healthcare Publication, The
Economist, Intelligence Unit, London, England




Citation of _ UNIVERSITY OF ILLINOIS, MAY 19, 1985

NORMAN J. LATKER

forthe ..

HONORARY DEGREE OF DOCTOR OF LAWS

Norman J. Latker, Director of the Office of Federal Technology Management Policy, U.S. Department of Commerce.
Government administrator and public servant, your commitment and dedication to improving the national environment
for rescarch has led to a national technology alliance involving the federal government, universitics, and private industry.
You have vorked tirelessly in various capacitics as a respected public servant to institute change and improvement in U.S.
patent laws. You prudently recognized the need for a better system of administration to enhance transfer of important
inventions and research from universities to the private sector for commercial development. Your efforts for significant
change in national policy for the betterment of the nation have.carned you the w:dcsprcad rtspect of your colleagues in
the legal and academic communities. The University of Illinois is glad to join research institutions throughout the world
which have recognized you as a leader in patent law and technology transfer. On recommendation of the Senate of the
Urbana-Champaign campus, I present you to the President of the University for thc honorary degree of Doctor of Laws.

Presentation by: Peter H. Hay, Dean of the College of Law, University of Illinois at U rbana Champaign
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DEPARTMENT OF COMMERCE

Office of the Assistant Secretary for
Productivity, Tochnology and
innovation :

37 CFR Part 01
{Docket No, 41278-7006]
Rights to Inventions Made by

Nonprefit Organizations and Smali
Business Firms

AQGENCY: Assistant Secretary for
Productivity, Technology and
Innovation.

AcTion: Final rule.

SUMMARY: Public Law 88-820 amended
Chapter 18 of Title 35, United States
Code, dealing with patent rights in
inventions made with Federal funding
by nonprofit organizations and smail
business firms, It also reassigned
responsibility for the promulgation of
regulations implementing 35 U.S.C. 202
through 204 and the establishment of
standard funding agreement provisions
from the Office of Mangement and
Budget (OMB) to the Secretary of
Commerce. This rule makes final the
interim finai rule published in the
Federal Register on July 14; 1986, and
incorporates minor changes as a result
of comments received on the interim
final rule. .
EFFECTIVE DATE: April 17. 1947,
FOR FURTHER INFORMATION CONTACT:
Mr, Norman Latker, Director, Federal

- Technology Management Policy

- Division, Office of Productivity,
Technology and Innovation, U.S.
Department of Commerce, Room 4837,

- Washington, DC 20230. Phone: 202-377-

- 0699,
SUPPLEMENTARY INFORMATION:

Background

Public Law 98-620 amended Chapter
- 18 of Title 35, United States Code, and
assigned regulatory authority to the
- Secretary of Comunerce. The Secretary
has delegated his authority under 35
U.5.C. 208 to the Assistant Secretary for
Productivity, Technology and

Innovation. Section 208 of Title 35 U.S.C.

requires that the regulations and the

- standard funding agreement be subject

.. to public comment before their issuance.

“Accordingly. on April 4, 1985, the
Assistant Secretary published a notice
of proposed rulemaking in.the Federal
Register (50 FR 13524) for public
comment. As noted at that time, the

- regulation closély follows OMB Circular
A-124 v_g_bml_ﬁﬁ“ reguiation replaced.

ifferences between the. proposed rule.

and the Circular were highlighted in
Supplementary Information

accompanying the notice of proposed
rulemalking,

Additionally. to comply fully with
section 208 of Title 35 U.5.C., the
Department published in the Fadeval
Register (51 FR 25508) on July 14, 1986, a
final interim rule and requested
comments by September 12, 1088,

Copies of all comments received were -

made available for public inspection in
the Department’s Central Reference
Records Inspection Facility (CRRIFL
Room 6628 in the Hoovér Buildi e

Information about the availability of
these records for inspectioni may be
obtained from Mrs. Hedy Walhn a
(202) 377-3271,

Treatment of Substantative Comments
on Interim Final Rule,

A number of comments from eight [8} -
different sources were received on the

interim final rule in response to the Iuly .

14, 1988 notice.

The Department of Energy (DQE}
submitted five comments on the interim
final rule. All of the comments were
found to have merit and have been

‘incorporated in the final rule as followss:

DOE's first comment relates toa
suggested clarification in the discussion
portion of the interim final rule relating
to § 401.3(a) (2). DOE's concern ia that
the discussion suggests that the right of
the government to declare exceptional
circumstance for national security -
reasond is limited to "some limited
situations™ and that application of this
section is therefore limited to situations
whera the invention report is clagaified.
DOE correctly points out that this is not -
consistent with the actual language of
the regulation. We agree that the words
“some limited situations” should not’
have been included in the discussion-
porticn of the July 14, 1988 notice.

DOE’s second comment states that the
reference in the discussion portion of the
interim final rule, in § 401.14(b) to
nuclear weapons programas is
inaccurate. We agree that the word
nuclear should not have been ingluded
in the discussion of § 401.14(b).. .

DOE's third comment suggests that
§ 401.3(c) be revised 1o be consistent
with § 401.14(b), which permita DOE ta .
draft a substitute clause. We agree and
have included the words, "“or substitute
thereto” after the referenceto .

§ 401.14({b) in § 401.3{c). - o

Another DOE comment suggests that
§ 401.13(c) (2) goes beyond the similar
provision of OMB Circular A-124 by
appearing to preclude confidential -
disclosure of patent applications or
information which is part of a patent
application obtained under the clause to
other agencies or contractors of
government agencies. We have clarified

. between the interested parties.

this by adding the following additional
language to the end of § 401.13(c} (2):
This prohibition does not extend to
disclosure to other govemnment égencies or
contractors of government agencies under an
abligation to maintain such infofmation in.
confidence. i
3

DOE also suggests that § 401.13(c)(3)-
is unnacessary in view of § A3(cj(1).
However, DOE suggests that@af itis
retained, § 401.13{c)(3) should be limited
to the same time petiod as §401.13(c}(1).
We agree but have made no i:hange
because the language of § 401.13 (] (3)
already refers back to and incorporates
the § 401.13(c)(3) already refers back to
and incorporates the § 401. 13{b}{1)
limitation.

DOE also states that in § ;01 15, firat
sentence, third word from the last word.

“of” should be “or". We agrée and have
made this change. §

Finally, DOE suggests that*& 401.15(b)
should have the following five words
added at the end: "Unleas it has been
licensed.” We agree and have included
these five words at the end Gf
§ 401.15(b).

" Another person submlttedi six

. comments which have been treated as
: follows: . §

The first comment suggestg thata
statement be added to § 401.3(c) as
follows: “the Department of Energy may
only exercise the exception at § 401.3(a)
(4) with regard to inventions|at the
facility that are made dlrectly and
primarily with funds provided by either
the Department's naval nuclear

. propuision or nuclear weapans related

programs.” This comment was not

inations

~ accepted since the statute dges not use
. these terma. Further, all det.%'m
" made under section 401(a}{4) by DOE

are subject to review by the Department
of Commerce under § 401.14{f) and each
determination will be examined to
ensure compliance with the law.

The second comment points out that

_ in order to make a determmahon under

§ 401.3(a) (4). an agency rnust find one of
the conditions set out in § 40‘1 3(a) (1),

" §2) or [3). We disagree with !hm

interpretation as & 401.3(a) ?] is
independent of § 401.3(a} {1); (2) and {a).
A third comment suggestsithat
constderatmn should be given to adding
language to § 401.5{g) requiring the
contractor to return a significant or a
major portion of incoms to the facility at
which the invention was made. This

- issue waa disposed of in the garlier

interim final rule notice of lu}y 14, 1984,
on pags 25509 under the discussion of

l 401.5(f). The matter of royt{lty disposal
is one that is best left to negotiations
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The fourth comment relates to the
language in § 401.5(g} regarding the
physical location of contractor
employees reaponsible for licensing of
facility inventiona. The comment
suggests that 401.5(g) expressly state
that contractors be cbligated ta
maintain personnei responsible for
licensing at the facility. However,
another person requested that the -
subsection not be interpreted strictly to
require that such a person be physically
located at the facility. Section
202(c)(7 }{C) of Pub. L. 98~820 indicates
that licensing be done at the facility, “to
the extent it provides the most effective
technology transfer...". We believe this
tanguage preciudes arhitrarily requiring
that licensing personne] be located at
the facility.

A fifth comment recominended
requiring DOE funding agreements to
conform to the language prescribed by
§ 401.14{b)(2) when the exception at
§ 401.3(a)(4} is used. This was not
accepted. Although we have, in fact,
permitted DOE to use a substitute clause
for that set out in § 401.14(b){2}, we will

_be reviewing all agency regulations
including DOE's to ensure compliance
with the law and regulations, including
all substitute clauses contained in
agency regulations.

The finai comment of this second
person is that we modify the statement
in § 401.15{a) that "within 90 days after
receiving . ..” to read: Within 90 days
after receiving a request and supporting
information or sooner if a statutory bar
to patenting is imminent, the agency
shall either make a determination or
inform the contractor of why a
determination has not yet been made
and when one can reasonably be
expected.” This comment was not
accepted. At this time, this is a matter
best left to the parties to determine on a
case-by-case basis, -

A number of comments were aiso
received regarding a typographical error
in the "Background” section on page
25510 of the July 14, 1988 Federal
Register notice. The word "'not” was
inadvertently left out of the last
sentence of the first paragraph
discussing § 401.7. The sentence should
have read as follows: "“this change has
been made because small business
preference ia not intended to inhibit

.industrial support of university

- research.”.

- Two comments were received that
relate to the exceptions to be made for
handling of inventions if they are under
research at a government-owned,

. “contractor-operated facility (COCO):

The first comment relates to the

. requirement in § 401.5(g) that specifies

that income be used for purposes

“consistent with research and
deve[opment mission and objectives of
the facility.” The commenter suggeats it
would be preferable that a university be
able to direct lhe_ net royalty income to
the most promising research needs,
which may not necessanly be consistent
with the objective of the GOCO faclhty
We cannot accept this suggestion since
the language in the regulation is based .
on the statute~~Pub, L. 58-620,

The second comrhent goes on to state
that § 401.5{g) further specifies that'if a
licensing program is successful, then
above a certain point, 75 percent is to be
paid to the U.S. Treasury. The -
suggestion is that this reduces the
incentive to be successful; and
recommends the deletion of this
requirement. Again, we cannat accept
this suggestion since the regulatory
language herein is based on the -
statyte~Pub. L, 98-820.

A third comment references the
special clause entitled, “patent rights to
nonprofit DOE facility operations.” The
comment states that this clause removes
a subject invention funded by the naval
nuclear propulsion or weapons related
programs of DOE from the normal
presumption of rights to the contractor,
and requires the. petitioning process that
was in effect before the enactment of
Pub. L. 96~517. The concern is that if

these programs are exempted, then there -

may be additional proposgals to delete
ather programs from the full operations
of Pub. L. 98-517. The comment then-
concludes by recommending that this
special clause not be implemented. We
cannot accept this recommendation
since the statute, Pub. L. 98-620, gives
DOE the discretionary authority to use
this for ita naval nuclear propulsion or
weapons related programa,

Another comment received relates to
§ 401.14(c)(1}, which calis for disclosure
by a contractor to the contracting
government agency of each “subject
invention . . ." within two months of
the time it ia dmc!osed by the inventor in
writing. The commenter complains that
two months is "too harsh.” We do not
accept this comment for two reasons. (1)
The statute, Pub. L. 98-820, uses the
words “reasonable time" and we think
two months is reagonable: and (2).

§ 401.14(c)(4) allowa extensions of time
at the discretion of the agency.

One person asked for greater
guidance on whether contractor funding
of individual scientists at different
universities is an educational award
within 35 U.S.C. 212 and, if so, what
rights such awardees should have. We

.have not acted on this comment since -

we do not believe any contractor has the
authority to use funding for the
educational awards covered by 35
USs.C. 212. - '

A comment was submitted that
relates to the discussion in the July 14,
1986 notice of § 401.13(b). The concern is
that the discussion may be
misinterpreted to imply; that agencies
may not apply the provisions of Pub. L.
98--620 retroactively, This point is well
taken. [t was our intentjin the July 14,
1988 discussion of § 40%.13(b} to note
only that the Department of Commerce
has no.authority undér the law to
require agencies to waive the cap on the
term of an exclusive license in a patent
clause that predates enactment of Pub.
L. 98-820. There is no q@eahon that the
agencies themselves have authority
under the law to waive such cap and the
regulations in fact urge them to do sa
absent a substantive redson to do
otherwise.

Another person requested that the
Department of Commerce set a time for
issuance of draft suppleinentary
regulations relating to foreign filing
deadlines at § 401.14(c)(2). As wa
previously indicated in the interim final
rule notice on July 14, 1966, we are
considering this matter. Therefore, we
see no reason at this tinle to set a
deadline. .

Finally, pursuant to regisests by two
petSona, we ﬁw final

lic ance in
§ £07.1(a) to these final fegulations
siffiifafr to that i included in OMB Circulas
A-~124-Thig has Been Hone to ensure
-tl4fily and continuity between OMB
Circular A-124 and these final
regulations-with regard- t{) policy.

Rulemaking Requirements

Ag stated in the pmpo;ed notice and
the interim final rule, this regulation is
not a major rule as defined in Executive
Order 12281, apd it adds%no paperwork
burdens. In fact, it reduces certain
paperwork requirements of the
regulatmns it replaces. ﬁénd as
discussed in connection with the
proposed rule and the interim final rule,
the General Counsel of tﬁe Department
of Commerce haa certified to the Smail

‘Business Administrationithat this rule
will not have a uubstanng.l economic
impact on a substantial qumber of small
entities.

List of Subjects in 37 CFR Ch. IV .

Inventions, Patents, Nanprofit
organizations, Small Business firms,
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Date: March 11, 1687,
- Dy Bruce Merrifield,
-Assistant Secretary for Productivity.
Technology and Innovation.
Accordingly, Part 401 of Chapter [V of

“Title 37, the Code of Faderal Regulations

is revised to read as follows:

' PART 401=—RIGHTS TO INVENTIONS

MADE 8Y NONPROFIT
CRGANIZATIONS AND SMALL
BUSINESS FIRMS UNDER
GOVERNMENT GAANTS, CONTRACTS,
AND COOPERATIVE AGREEMENTS

4011 Scope.

401.2 Definilions.

401.3 Use of the Standard Clauses at
§401.14.

4014 Contractor appeals of exceptions,

401.5 Modification and tailoring of clauses.

401.6 Exercise of march-in rights.

401.7 Small business preference.

401.8 Reporting on utilization of subject
inventions.

4019 Retention of rights by contractor
employee inventor.

401.10 Government assignment to
contractor of rights in invention of
government employee.

40111 Appeals.

401.12 Licensing of background patent rights
to third parties.

401.13 Administration of patent rights
clauses.

401.14 Standard patent rights clauses.

401.15 Deferred determinations.

401.18 Submissions and inquiries.

Authority: 35 U.S.C. 208 and the delegation

" of autharity by the Secretary of Commerce to

the Assistant Secretary for Productivity,
Technology and Innovation at Sec. 3(g) of
DOO 101,

- GiB1.. Scope.

[

{a) Traditionally there have been no

‘| conditions imposed by the government

on research performers while using

/iprivate facilities which would preclude

hem from accepting research funding

/ from other sources to expand. to aid in

i ( completing or to conduct separate

5 i invegtigations closely related to

L
|
iy
|

i
]
£
i

research activities sponsored by the
government. Notwithstanding the right
of research organizations to accept
supplemental funding from other sources
for the purpose of expediting or more
comprehensively accomplishing the
research objectives of the government
sponsored project, it is clear that the
ownership provisions of these

, regulations would remain applicable in

. any invention "conceived or first
.actually reduced to practice in
‘performance” of the project. Separate

accounting for the two funds used to
support the project in this case is not a
determining factor. .
(1) To the extent that & non-
govemment sponsor established a

project which, although closely related,
falls outside the planned and committed
activities of a government-funded
project and does not diminish or distract
from the performance of such activities,
inventiona made in performance of the
non-government sponsored project
would not be subject to the conditions of
these regulations. An example of such
related but separate projects would be a
government sponsored project having
research objectives to expand acientific
understanding in & field and a closely
related industry sponsored project
having as its objectives the application
of such new knowledge to develop
usable new technology, The time
relationghip in conducting the two
projects and the use of new fundamaental
knowledge from one in the performance
of the other are not important
determinants since most mvemmns rest
on a knowledge base built up by . -
numerous independent research efforts -
extending over many years. Should such
an invention be ciaimed by the -
performing organization to be the
product of non-government sponsored
research and be challenged by the
sponsoring agency as being reportable
to the government aa a “subject
invention”, the challenge is appealable
as described in § 401.11(d).

~rESsez) Afifinvention which is made
- outside of the research activities of a

government-funded project ia not ,
viewed as a “subject invention” since it
cannot be shown to have been

"conceived or first actually reduced to "

practice” in perforthance of the pro;ect.
An obvious example of thigis.a
situation where an instrument i
purchased with government funds is
later used, without interference with ar
cost to the government-funded project,
in making an invention all expenses of
which involve only non- -government.
funds.

= This part mplements 35 US.C. 202

through 204 and is applicable to all -
Federal agencies. It applies to all.
funding agreements with small business
firms and nonprofit organizations ~ -
executed after the effective date of this
part, except for a funding agreement
made primarily for educational :
purposes, Certain sections also provide
guidance for the administration of )
funding agreements which predate the ..’

effective date of this part. In accordance -

with 35 U.S.C. 212, no scholarship,
fellowship, training grant, or other -
funding agreement made by a Federal .
agency primarily to an awardee for
educational purposes will contain any
provision giving the Federal agency any
rights to inventions made:by the
awardee,

{c} The "march-in" and appeals
procedures in §9§ 401.6 and 401.11 shall
apply to any march-in or appeal
proceeding under a funding agreement
subject to Chapter 18 of Title 35. U.s.c.,
initiated after the effective date of this
part even if the funding agreement was
executed prior to that date. ;

(d) At the request of the contractor, a
funding agreement for the operiatmn ofa

_ government-owned facility wh:ch is in

effect on the effective date of this part
shall be promptly amended to include
the provisions required by §§ 401.3(a)
untess the agency determines that one of
the exceptions at 35 U.5.C. 202fa){i}
through [w) § 401.3(a}{8) through (iv) of
this part) is applicable and will be
apphed If the exception at § 401.3(a)(iv)
is determined to be apphc:sﬂ:nle.2 the
funding agreement will be pro nptly
amended to include the provisions
required by § 401.3{c).

(e) This regulation supersed?s OMB

.Circular A-124 and shall take ;

precedence over any regulatwns dealing
with ownership of inventions made by
small businesses and nonprofit
organizations which are inconsistent
with it. This regulation will beifollowed

- by all agencies pending amendment of

agency reguiations to conformito this
part and amendad Chapter 18:of Title 35
Only deviations requested by a
contractor and not inconsistent with
Chapter 18 of Title 35, United States
Code, may be made without approval of
the Secretary. Modifications or tailoring
of clauses as authorized by § gm 5or
§401.3, when alternative provisions are
used under § 401.3(a}(1) through (4), are

. not considered deviations requiring the

Secretary's approval. Three copies of
proposed and final agency regulatmns
supplementing this part shall
submitted to the Secretary at E’he office
set out in § 401.16 for approval for
-consistency with this part bel‘ure they

- are submitted to the Office of

Management and Budget (OMB) for

" review under Executive Order 12291 or,
"if no submission is required to be made

to OMB, before their submlssion to the
Federal Register for pubhcahon '

(£} In the event an agency has
outstanding prime funding agreements
that do not contain patent flaw down
provisions consistent with thxg part or
garlier Office of Federal Procurement
Policy regulations (OMB Clrcﬁlar A-124
or OMB Bulietin 81-22}, the agency shall
take appropriate action to engure that

" amall business firms or nonproﬁt

organizations that are subcontractors

" under any such agreements and that

received their subcontracts afler July 1.
1981, receive rights in their sibject
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inventions that are consistent with
Chapter 18 and this part

{g) Thia part is not intended to apply
to arrangementa under which nonprofit
organizations, smail business firms, or
others are allowed to use government-
owned research facilities and normal
technical assistance provided to users of
those facilities, whether on a
reimbursable or nonreimbursable basis,
This part is aiso not intended to apply to
arrangements under which sponsors
reimburse the government or facility
contractor for the contractor employee's
time in performing work for the sponsor.
Such arrangements are not conaidered
“funding agreements" as defined at 35
U.S.C. 201{b) and § 401.2(a} of this part.

§4012 Definitions.

As used in this part—

{a) The term "funding agreement"
means any contract, grant, or
cooperative agreement entered into
between any Federal agency, other than
the Tennessae Valley Authority, and
any contractor for the performance of
experimental, developmental, or
research work funded in whole or in
part by the Federal government. This
term also includes any assignment,
substitution of parties, or subcontract of
any type entered into for the
performance of experimental,
developmental, or research work under
a funding agréement as defined in the
first sentence of this paragraph. '

{b) The term “contractor” means any
person, small businesas firm or nopprofit
organization which is a party to a
funding agreement.

{c] The term ‘invention” means any
_invention or discovery which is or may
be patentable or otherwise protectable
under Title 35 of the United States Code.
or any novel variety of piant which is or
~ may be protectable under the Plant
Variety Protech‘on Act (7 US.C. 2310 et

seq.}).

{d) The term * aub;ect invention”
means any invention of a contractor
conceived ot first actually reducad to
practice in the performance of work
under a funding agreement; provided
that in the case of a variety of plant, the
date of determination (as defined in
section 41(d} of the Plant Variety
Protection Act, 7 U.S.C, 2401(d}} must
also occur during the period of contract
performance.

(e} The term “practical appication”
meana t¢ manufacture {n the case of a
composition of product, to practice in
the case of a process or method, or to
operate in the case of a machine or
system; and, in each case, under such
conditiona as to establish that the
invention is being utilized and that its
benefits are, to the extent permitted by

law or govemment regulationn.
avsilable to the public on reasonable
terms,

{f) The term "made" when used in
relation to any invention means the
conceptior or first actual reduction to
practice of auch invention.

(g} The term “small business firm"
means a small business concern as :
defined at section 2 of Pub. L. 85-538 (15
U.S.C. 832) and implementing
regulations of the Administrator of the
Small Business Administration. For the
purpase of this part, the size standards
for amall business concerns involved in
gavernment procurement and
subcontracting at 13 CFR 121.5 will be
used.

(k) The term "nonprofit organ.imﬁon"
means universities and other institutions
of higher education or an organization of
the type described in section 501(c){(3) of
the Internal Revenue Code of 1064 (28
U.S.C. 501(c) and exempt from taxation
under section 501{a) of the Iniernak
Revenue Code (26 U.S.C. 51(a)} or any -
nonprofit scientific or educational
organization gualified under a state .
nonprofit organization statute. =

(i) The term "Chapter 18" means
Chapter 18 of Title 35 of the United
States Code. ‘

(7)) The term “Secretary” means the
Secretary of Commerce or hu orher
designge. :
54013 Useofthe sundnrd ctlunult
§401.14,

(a) Each fundms agreement awarded
to a small business firm or nonprofit -
organization (excepi those subject to 35
U.S.C. 212) shall contain the clause
found in § 401.14{8} with such
maodifications and tailoring as -
authorized or required alsewhers in this

. part. However, a funding agreement may -

contain alternative provisions—

(1) When the contractor is not located
in the United States or does not have a
place of business located in the United
States or is subject to the control of a
foreign government; or

(2) In exceptional circamstances when
it is determined by the agency that
restriction or elimination of the right to
retain titls 10 any subject invention will

better promote the policy and objectives .

of Chapter 18 of Title 35 of the’ Unitcd '
States Code; or -

{3} When it is da!ermined by . ‘
government authority which.is =
authorized by statute or executive order
to conduct foreign intelligence or .
counterintelligence activities that the '
testriction or elimination of the right to
retain ttle to any subject invention s
neceesary to protact the security to such
activities; or

{4) When the fimding agreement
includes the operation of the
government-owned, contractor-opmted
facility of the Department of Energy
primarily dedicated to that Department's
naval nuclear propulsion or weapons
related programs and ail funding
agreement limitations undes this
subparagraph on the contractor‘s right to
elect title to & subject mvenﬂon are
limited to inventions occnrﬁng under the

. above twa programs. :&

(b) When an agency exercrses the
exceptions at § 401. 3(&]1;2) or {3}, it shall
use the standard clause at § 401.14(a)
with only such mod:ﬁcayona as are
necessary tc address thq exceptional
circumsatances or s which led to
the use of the exception. For example, if
the justification relates to a particular
field of use or market, the clause might
be modified along lines similar to those
described in ! 401.24(b)..In any event,
the clause should provide the contractar
with an opportunity to receive greatar
rights in accardance with the procedures
at § 401.18. When an agency justifies
and exercises the exception at ‘

§ 401.3(a}{2) and vees ant alternative
provision in the funding agreement on
the basis of national security, the
provision shall provide the contractor
with the right to elect owneuhlp to any
invention made under mh

. agreement a8 provided by the Standard

Patent Rights Clause fo d at § 401.14(a)
if the invention is not classifled by the
agency within six months of the date it
is reported to the agency, or within the
game time period the Deparnnent of
Energy does not, as authorized by
regulation, law or Execntive Order or
implementing regulations thereto,
prohibit unauthorixed dissemination of
the invention. Contracts én support of
DOE’s naval nuclear propulsion program
are exempted from this graph.

{c) When the Dep it of
exercises the exception at § 401.3(a){4),
it shall uge the clause prescribed at
§ 401.14(b) or substitute therete with
such modification and tm}orins an
authorized or required eluwhato in this
part.

(d} When a funding agreement
involves a series of separate task orders,
an agency may apply the exceptions at
§ 401.3(a)(2) or (3) to tndl?ldual task
orders, and it may structure the contract
so that modified patent nghts provisions
will apply to the task order even though
the clauses at either § 401.14{a} or (b)
are applicable to the remjinder of the

. work, Agencies are unthogzed to

negotiate such modified provisions with
reopecttotaskordeuad edtoa -
funding agreement after lts initial
award.
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{e) Before utilizing any of the -
exceptions in § 401.3(a) of this section,
the agency shall prepare a written
determination, including a statement of
facts supporting the determination, that
the conditions identified in the
exception exist. A separate statement of
facts shall be prepared for each
exceptional circumatances
determination, except that in
appropriate cases a single determination
may apply to both a funding agreement
and any subcontracts issued under it or
to any funding agreement to which such
an excaption is applicable. In cases
when § 401.3(a}{2) is used, the
determination shall also include an
analysis justifying the determination.
This analysis should address with
specificity how the alternate provisions
will better achieve the objectives set
forth in 35 U.5.C. 200. A copy of each
determination, statement of facts, and, if
applicable, analysis shail be promptly
provided to the contractor or
prospective contractor along with a
notification to the contractor or
prospective contractor of its rights to
appeal the determination of the
exception under 35 U.S.C. 202{b)(4) and
§ 401.4 of this part.

(f) Except for determinations under
§ 401.3(a){3}, the agency shell also
provide copies of each determination,
statement of fact, and analysis to the
Secretary, These shall be sent within 30
days after the award of the funding
agreement to which they pertain. Copies
shall aiso be sent to the Chief Counsel
for Advocacy of the Small Busineas
Administration if the funding agreement
is with a small business firm. If the
Secretary of Commerce believes that
any individual determination or pattetn
of determinations is contrary to the
policies and objectives of this chapter or
otherwise not in conformance with this
chapter, the Secretary shall so advise
the head of the agency concerned and
the Administrator of the Office of

Federal Procurement Policy and
recommengd corrective actions.

{g) To assist the Comptroller General
of the Uniled States to accomplish his or
her responsibilities under 35 U.S.C, 202,
each Federa] agency that enters into any
funding agreements with nonprofit
organizations or small buainess firms
shall accumulate and, at the request of
the Comptroller General, provide the
Comptroller General or his or her duly
authorized representative the total
number of prime agreements entered
into with small business firms or
nonprofit organizations that contain the
patent rights clause in this part or under
OMB Circular A-124 for each fiscal year
beginning with October 1, 1882,

(h} To qualify for tha standard cleune.
a prospective contractor may be . -
required by an agency to certify thatitis
either a smali business firmora-
nonprofit organization. If the agency has
reason to question the status of the
prospective contractor as a small
business firm, it may file a proteat in
accordance with 13 CFR 121.9. If it
questiona nonprofit status, it may
require the prospective contractor to

furnish evidence to establish its status

ag & nonprofit organization,

§ 401.4 Contractor appeais of sxceptions.

(a) In accordance with 35 U.S.C.
202(b}(4) a contractor has the right to an
adminiatrative review of a
determination to use ons of the -
exceptions at § 401.3(a) (1) through (4} if
the contractor believes that a
determination is either contrary to the
policies and objectives of this chapter or
constitutes an abuse of discretion by the
agency. Paragraph (b) of this section
specifies the procedures to be followed
by contractors and agencies in such
cases. The assertion of such a claim by
the contractor shall not be.used as a
basis for withhelding or delaying the
award of a funding agreement or for -
suspending performance under an.
award, Pending final resclution of the
claim the contract may be issued with
the patent rights pravision proposed hy.
the agency: however, should the final
decision be in favor of the contractor,
the funding agreement will be amended
accordingly and the amendment made
retroactive to the effective date of the
funding agreement. - . -

{b}(1} A contractor may appeal a
determination by providing written
notice to the agency within 30 working
days from the time it receives a copy of
the agency’s determination, or within
such longer time as an agency may
specify in its regulations. The -
contractor's notice should epeclﬁcally
identify the basis for the appeal.

(2) appeal shall be decided by the
head of the agency or by his/her -
designee who is at a level above the
person who made the determination. if
the notice raises a genuine dispute over
the material facts, the head of the
agency or the designee shall underteke.
or refer the matter for, fact-finding

(3) Fact-finding shall be conducted in
accordance with procedures.established
by the agency. Such procedures shall be
as informal as practicable and be
consistent with principles.of -
fundamental fairness. The procedures
should afford the contractor the
opportunity to appear with counsel,
submit documentary evidence, present
witnesses and confront such persons as-
the agency may rely upon. A transcribed

.record shall be made and shall be

available at cost tg the conu'actor upon
request. The requirement for a
transcribed record may be wewed by
mutual agreement of the conlractor and
the agency. g

{4) The official conducting the fact-
finding shall prepare or adoptjwritten

. findings of fact and transmit them to the

head of the agency or designee promptly
after the conciusion of the fact-finding
proceeding along with a recommended
decision. A copy of the findings of fact
and recommended decision shall be sent
to the contractor by regxetered or
certified mail.

(5} Fact-finding should be completed
within 45 wm-kmg days from the date
the agency receives the contractor 8
written notice. }

-(6) When fact-finding has been
conducted, the head of the agency or
designee shall base his or hex% decision
on the facts found, together thh any
argument submitted by the cantractor,
agency officials or any other information
in the administrative record. ln cages
referred for faci-finding, the agency
head or the designee may reject only
those facts that have been found to be
clearly erronecus, but must explic:tly
state the rejection and indlcate the basis
for the contrary finding. The & agency
head or the designee may hear orai
arguments after fact-finding prcvxded
that the contracter or contractor's
attorney or representative is present and
given an opportunity to make arguments
and rebuttal. The decision of the agency
head or the designee shall be in writing
and, if it is unfavorable to the contractor
shall include an explanation %cf the basis
of the decision. The decisionjof the
agency or designee shall be mede within
30 working deys after fact~ﬁnding or, if
there was no fact-finding, within 45
working days from the date the agency
received the contractor's wmten notice.
A contractor adversely affected by a
determination under this section may, at
-any time within sixty days after the
determination is issued, file a petition in
the United States Claims Court, which
shall have jurisdiction to degermme the
appeal on the record and to affirm,

- reverse, remand, or mochfy a8

appropriate, the detcrmination of the
Federal agency.

§401.5 ModiNcation and g of
ciauses. 2

(a) Agencies should complete the
blank in paregrnph {g)(2) of the clauses
at § 401.14 in accordance with their own

~_-or applicable government-wide

regulations such as the Fedéral
Acquisition Regulation. In grants and
cooperativa agreements (and in
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contracts, if not incongistent with the -
Federal Acquisition Regulation})
agencies wishing to apply the same

-to the contractor may delgte paragraph.
{8){2) of the clause and deiete the words
“to be performed by a small business
firm or domestic nonprofit organization”
from paragraph {8)(1). Also, if the
funding agreement is & grant or
cooperative agreement, paragraph (g){3)
may be deleted. When either paragraph
(g}{2) or paragraphs {g) (2) and (3) are
deleted., the remaining paragraph or.
paragraphs should be renumbered
appropriately. *

(b) Agencies ahoujd comple!e
paragraph (1), “Communications”, at the
end of the clauses at § 401.14 by

designating a central point of contact for-

communications on matters relating to
the clause. Additional instructions on

communications may also be included in -

" paragraph (1}, .

{c) Agencies may replace the
italicized words and phrases in the
clauses at § 401.14 with those
appropriate to the particular funding
agreement. For example, “contracts”
could be replaced by “grant,”
“contractor” by “grantee,” and

. “contracting officer” hy “granta officer.”
Depending on its use, "Federal agency”
can be replaced either by the
identification of the agency or by the
specification of the particular office or
official within the agency.

"(d) When the agency head or duly
authorized designee determines at the
time of contracting with a small
business firm or nonproﬁt organization

. that it would be in the national interest

“to acquire the right to sublicense foreign

governments or international
organizations pursuant to any existing

' treaty or intérnational agreement, a

- . sentence may be added at the end of

paragraph (b) of the clause at § 401.14 as
foilows:

. This license will include the right of the
government to sublicense foreign
governments, their nationals, and -
international organizations, pursuant to the
following treaties or international

© -agreements: -

The blank above should be completed
with the names of applicable existing
treaties or international agreements,
agreements of cooperation, rmemoranda
of understanding, or similar
arrangements, including military
agreements relating to weapons
-development and production. The above
languege is not intended to apply to
treaties or other agreements that are in
effect on the date of the award but
which are not listed. Alternatively, .

agencies may use substantally similar
language relating the government's

" righta to specific treaties or other-
- clause to all subcontractors as is applied .

agreements identified elsewhere in the
funding agreement, The language may
also be modified to make clear that the
rights granted to the foreign government,
and its nationals or an international
organization may be for additional
rights beyond a license or sublicense if
s0 required by the applicable treaty or
international agreement. For example, in
some exclusive licemses or even the .
assignment of title in the foreign country
invoived might be required. Agencies -
may aiso modify the language above to
provide for the direct licensing by the.

contractor of the foreign government or -

intemational organization.

{e] If the funding agreement involves
performance over an extended period of
time, such as the typical funding.
agreement for the operation of a
government-owned facility, the
following language may alao be added.

‘The agency reserves the right te
unilaterally amend this funding agreement to
identify spacific treaties or international- -
agreements entered into or 19 be entered’into
by the government after the effective date of
this funding agreement and effectuate thosa -
license or other rights which are necessary -
for the government to mest its obligations ta-
foreign governments, their nationals and -
international organizations under such
treaties or intemnational sgreements with
respect to subject inventions mads- lfm- the
date of the amendment. :

() Agencies may add additional .
subperagraphs to paragraph (f} of the
clauses at § 401.14 to requira the
}:olrlamctor to do one or more of the
ollo
(1) Provide a report prior to the close-
out of a funding agreement listing all
subject inventions or ltati.ng that there
were none..

(2) Provide, upon reguest, the filing
date, serial number and title; a copy of
the patent applicatiou. and patent
number and issue date for any subject

_ invention in any country in which the

contractor has epplied for patents.
(3} Provide periodic (but no more

' frequently than annual} listings of all .
subject inventions which were disclosed -

to the agency during the period covered

* by the report. :
(B t.he contract is with @ nonpmﬁt .

organization and is for the operation of
a government-owned, contractor-
operated facility, the following will be -
substituted for paragraph (k){a) of the
clause at § 401.14(a}:

{3) After payment of patenting costs, :
licensing costs, payments to inveniors, and
other expensss incidental to the
administration of subject inventions, the
bailance of any royalties or income samed

. shall be paid by the contra
Treasury of the United Stated

" identified and timely disclosed

"relevant to the matter. In

and retained by the conmmar during any
fiscal year on subject mvnnﬂml under this or
any successor contract contaming the same

requirement, up to any t equal to five
- percent of the budget of the facility for that
fiscal year, shall be used by the coniractor for

* scientific research, development, and

education consistent with the research and
development miasion and objectives of the
facility, including activities that increase the
licansing potential of other inventions of the
facility, If the balance exceeds five percent,
75 percent of the excess above five percant
to the
and the
remaining 25 percent shail be; used by the

- contractor only for the same purpoaes as

described above. To the extent it provides the
most effective technology tranlfer. the
licensing of subject inventions shall be
administered by contractor employees on
location at the facility. :

(h] If the contract is fo{ the operation
of a government-owned fgcility,

agencies may add the !'ollowmg at the
" end of paragraph (f} of lha clause at
 §401.14(a):

(5} The contractor shall utabhsh and
maintain active and eifecﬁve procedures to
ensure that subject inventionl are promptly
and shall
submit a description of the procedures to the

contracting officer so that the contracting
officer may evaluate and d nn!nl theie -
effectiveness. ;

§4018 mumm

(a) The following pmcednres shal}
govern the axercise of the;march-in
rights of the agencies set forth in 35
USC.zoaandparasraphﬁ}ofdm

clause at §401.14.. %

] Whenever an agency receives
ormation that it believes might -
warrant the exercise of march-in rights,
before initiating any march-in

‘proceeding, it shall notify'the contractor
_ in writing of the in!ormaﬂ{m and request

informal written or oral comments from
the contractor as well as information-

e absence of
any comments from the contractor
within 30 days, the agency may, at iis
discretion, proceed with the procedures
below. If @ comment is received within

- 30 days, or {ater if the agency has not

injtiated the procedures below, then the
agency shall, within 60 days after it
teceives the comment, either initlate the
procedures below or notify the

contractor, in writing, that it will not
. pursue march-in rights on the basis of

the availabie mformanoué

(c} A march-in proceedins shall be
initiated by the iasuance of a written
notice by the agency to the contractor
and ifs assignee or exclusive licensee, as
spplicable and if known to the agency,

" stating that the agency is considering

the exercisa of march-in rights. The
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reqmremenu should bcfollowed for
funding agreements covered hy and
predating this Past401.
(1) To the extent autharized by 35
U.5.C. 205, agencisy shall not disclese to
third parties pursuant to requests undes
the Freedom of Information Act (FOLA)
any informatios disclosing & sub}eci
invention fer a reasonable time in order
for a patent application to be filed. With
respect o subject inventions of
contractors that are small business firms
or nonprofit'organizations, a reasonable
time shall be the time during which an
initial patent apphcation may be filed
 under paragraph (c) of the standard
clause found at § 401.14{&} or suck othar
clause may be used in the funding
agreement. Howeves, an agency ney
discloss such subiect inventions under
the FORA, »t ite discretion, afler s
contractor has ebected not ta retain title.
or after the time imwhich the contracior
is required to make an election if ther
contractor haw not made e election
within that time. Sizmilarly, an agency

" may hooor a FOLA request at its.
discretion if it finds that the same
information has previously besn
published by the inventor, contractor, or
otherwise. I the agency plans te file-
itself when the contractor has not
elected title, it may, of cowrse, cantinug
to avail itself of the authosity cf 35
US.C 205/

(2) In aceordance with 36 U.S.C. 205,
agencies shall not disclose or releuse for
a period of 18 moniths from the filing

_ date of the application te third parties
pursuant to requesis undes the Freedom
of Iforrmation Act ot otherwise copies
of any decument which the agency
obtaired under tsia clavee which: is. part
of an applicatioa for pawens withthe LS.
Patent and Trademark Office or any
foreign patent offsce fi filed by the
coniractor (or ite assignees, licensees, at
employees) on & subiect invention ta
which the contractor has elected to
retain title. Thie prohibition does not
extend to disclosuse to other

government agencies or contractoss of
governument agemcies undes an
obligation to maistai suck miorMNn
in confidence. -

{3) A number of agencies have
poiicies to encowrage public
disgemination of the results of work
supported by the agency through
publication im government or sther
publications of technical reports of
contraciars or others. In recognition of
the fact that such publication, if it
included descriptions of a subject
invention could creste bars to obtaining.
patent protection, it is the pelicy of the
execitive branch that sgencies will not
include in such publication programs

copies af disclosures of inventiona.

. submitted by amall business firms or-

nonprofit organizations, pursyarit to
paragraph (c} of the standard clauser
found at § 401.14({a}, except that wndex
the same circumstances under which
agencies ars authorized to release such
information pursuant to FOLA requests
undes paragraph (¢){t) of this section,
agencies sy publish such disclosures.

(4) Nothing in this paragraply is:
intended to preclode agencies frous
including in the pubkication acttvitew
described in the firs{ sentence of
parmph fcH3), the publication of
mat describing &/ subject invention
to the extent such matetigis werer
provided as part of a technicak report or-
other submisgion of the contractor
which were submitted i of
the requirerments of the patent rigirte
provisions of the contract. Howevee, if &
small business firm or nonprofit
organization notifies the agency teata
particular repert or Giher sebumission
contains & disclonze ol &
invention ter which iy has elecind tithe ox
may elect tithe, the agency shalh use
reasormable efforts to resirict ite
publication of the materiak for she
months from dawe of its receipt of the:
report or submsission o, if esrlive, wrtik
the contractor has filed an ixitial patent
application. Agencies, of courwe, retwin
the discretion to delay publ:luﬂunfu:
additionak periods of time.

(5) Nuthing i this paragrapk o
intersded tie kit the suthority of
agencies provided i 36 1L.8.C. 208 im
circumstances no qmﬁnﬂ:{y desaxbad :
in this pesagrapis.. .

§ 401.14 Standard patent rights clauses.

{a) The following is the standard
patent rights clause te be nsed g8
specified in Howm.

Fatent Rights [Smaﬂ Business Firms and
Nonprofit Ovgunizations] -

(a} Definiticns / .

(1) “hunul neans any uventiun or
discovery whith is or may be patentabie or
otherwise protectable under Title 35 of tha:
United States Code, or any novel variety of
plant which fa ar nray be protected under tha
Plant Variety Protection Act (7 U.S.C. 2321 e¥
seq.).

(23 "Sxbject irvention™ means any
investion of the conirovior concsived or first
actually redecad o practice i the
performanes of work undarthis contrack -
provided that io tha casa of & varisty of plani..
the dats of determination (as defired in .
section 41(d) of the PYant Variety Protection

Act, 7 U.8.C. 2401{d}) must alse occur during
the period of controct performance:

(3)“Practical Application™ mearsie.
manufacture im the case of & compositien ox-
product, to practics i the case of a process:
or method, o¢ to operate in the cats ol &
machiae ot system; and, in each cass, under -

such conditions as to establish thattha
invention is beimg utilized and that jta
benefits are, to the extent permitfed by law or
government regulations, avzilable fo the

public on ressarmbie terms.

(4) "Made" when seed in refetion to any
invention meamm the conception or first sctunls
reduction o practice of sock invention.

{5} “Small Business Firm" meansis small
business concarn a¢ defined at section 2 of
Pub. L. 85-536 (15 U.5.C. 632 and
implementing regulations of the
Admimistretor of the Smalt Business
Administration. For the purpose of this
clause; the size standerds for smeli business.
corcerne invalved in government
procasihent and subcontracting ati12 CFR
121,3-8 and 13 CFR 121.3-12, respectively,.
will be used.

(% Organization™ medns a
university or other institutiorn of higher
education or an organizatiom of the  type

. degcribed in section 501(c)(3] of thg [nternal

Revenue Code of 1954 (26 U.5.C. 01(c) and
exempt ftom taxation mlderm:ﬁmr sot(a] of .
the Intemng) Reverue Code (25 ELSIC. 50Ha)}
or amy nonprofif acientific ereduqﬁomi
organization qealifed wades » “‘T ronprofit
orgsmizwtion s tele. }

(b) Aliozation of Principel Rights |

The Contractor may retain the ennm right
title, dpd imereat throwghart the werld ta
each subject investien subject to the
provisions of this clause and 35 U.5.C. 208,
With reapect to any subject i mventmn in
which the Coriractor retains tithe, ﬂn chcul
government shaf have & namexchuive,
nonlnmfarable. irrevocable, pmdgup lcense
to practics or hewe praciiced for of on bebalfl
of the Uniled Siakee the ssbject uunm
throughout the world. i
(c) Invention disciosare., Electiom d'ﬁﬂ. -
Filing of Patent Apglication by Canuucm

{1} The contrector wilk disciom et.-h
subject invention o the Fedemt A;

- within two menths after the inv

discloses it in writing to contracter pursonoel
responsible for paseat matters. Tha disclosuss.
to the agency shall be in the fmot a written
report and shall identify the cantmct u.udar
which the inventon way made anfl
inventor{a). It shall be miliciently. compl

in fechnical detsil o conveya ch
understanding to the exfent known at ts
time of the discloaurs, of the n
operation, and the physical, chermcaL

. biclogical or electrical chamdlrtitia of ths

invention. The disclesure shall also ideniify
any publication, on sala or public:use of the
invenfion and whether 8 manuscript
describing the mvention has been submitted

" for publmﬁuu ard, if se, whetheﬂl lras been

accepied for publicstion a¥ the Iimni

- disclosure. inlddalu.lfmd:nblun!ou-

-agency; the Contractor will promptly notify. .

_ lhtagsncyofﬂumqﬁnmoflw

manuseript describing the mvanﬂnn for

" publfcation or of any on sale or pubk s

planned by the contractor. -
(2} The Contractor wilk elect i l!I vm!hg
whether 8¢ pot te retain liNe o |ny such
invention by notifying t!nFedmd ageney

within two yeass of discicsurs b;ﬂw&dnd ‘

agency. However, in any case whers

, purpases
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own internal purposes. The prescription
of forma should be avoided. However,
any forms or standard questionnaires
that are adopted by an agency for this
purpose must comply with the
requirements of the Paperwork
Reduction-Act. Copies shall be sent ta
the Secretary.

(b) In accordance with 35.U.S.C. 202(c)

(5) and the terms. of the clauges at

§ 401.14, agencies shall not disclose such

information to persana outside the
government. Contractors will continue
to provide confidential markings to help
prevent inadvertent release outside the
agency. .

§401.9 Rstention of Rights hy Contractor
Employee Inventor.

Agencies which allow an employeel
.inventor of the contractor to retain
rights te a subject invention made under
a funding agreement with a small
business firm or nonprofit organization
contractor, as authorized by 35 U.S.C.
202(d}, will impdse upon the inventor at
least those conditions that would apply
to a small bysiness firm contractor
under paragraphs (d){1) and {3); {f}{4);
{h} (i); and {j) of the clause at -
§ 401.14(a).

§401.10 Govemment Assignment to i,
Contractor of Rights in Invention of 4
Govemment Employee.

In any case when a Federal employee

is a co-inventor of any invention made’
under & funding agreement with a small
business firm or nonprofit organization
and the Federal-agency employing such -
co-inventor transfers or reassigns the
right it has acquired in the:subject
invention from its employee to the
contractor as authorized by 35 U.5.C.
202(e}, the assignment will be made
subject to the same conditions as apply
to the contractor under the patent rights
clauge of its funding agreement.

Agencies may add additional conditions .

as long as they are consistent with 35 .
U.S.C. 201-208.

§ 401.11 Appnh.

{a) As used in this section, the term
“standard clause” means the clause at
§ 401.14 of this part and the clauses
previgusiy predcribed by either OMB.
Circular A-124 or OMB Bulletin 81-22.
.- [b} The agency official initially

authorized to-take any of the following
actions shail provide the contractor with
a writtén statement of the basis for his
or her action at the time the action is
taken,’ mcludmg any relevant facts that
were relied tipon in taking the action,

(1) A refusal to grant an extension
under paragraph (c)(4) of the standard
clauues. '

"

~Clauses;

.

'publlsh procedures under which any

{2) A request for a conveyance of title
under paragraph (d) of the standard

{3) A refusal to grant a wai;me
-peragraph (i) of the standard clauses.
fﬂT’?ﬁ"""‘ﬁ‘l‘?ﬁf‘t

assignment under paragraph {k){l) ‘of the
standard clauses.

{5) A refusal to grant an extennion of
the exclusive license period under
paragraph (k}){2) of the clauses
prescribed by either OMB Circular A-
124 or OMB.Bulletin 81-22,

f[iﬂ Each agency shill‘establish.and

the agency actionslisted in paragraph-
(b} of this section may be appealed to
the head of the agency or designes.
Review at this level shall conasider both
the factual and legal basis for the .
actions and its consistency with the .
olicy and objectives of 35 U.8.C.

- (d) Appéals procedures s estafhshed

under paragraph (c) of this section shald

include administrative due process
procedures and standards for fact- -

findmg at least comparable to those set .|

forth in § 401.8 (e) through (g) whenever- -
there is a dispute as to the factual basis
for an agency request for & conveyance-
of title under paragraph {d}of the

standard clause, including any disputey/’-.

as to whether or not an uweuuon is
sub]ect invention.

-{ei”Ta‘the“e‘xteaMhaMn e -
actions described in paragraph (b) of
this section are subject to appeal under
the Contract Dispute Act, the procedures
under the Act will satisly the
requirements of paragraphs (c} and {d} -
of this section. =~ -

§ 401.12 umuwmm
Rights to Third Parties,

{a} A funding agreement with & small
business firm or a domestic nonproﬁt

otganization will not contain a provision:

allowing a Federal agency to require the
licensing to third parties of inventions
owned by the contractor that are not
subject inventions unless such provision
has been approved by the agency head
and a written justification has been
signed by the agency head. Any such.
provision will clearly state whether the
licensing may be required in connection
with the practice of a subject invention,
a specifically identified work object, or

“both. The agency head may not delegate -

the authority to approve such provisions'
or to sign the justification required for
such provisions. . -

(b) A Federal agency will not require
the hcensmg of third parties under any
such provision unless the agency head
determines that the uss of the invention
by others is necessary for the practice of
a subject invention or for the use of'a

* Similarly, unless there is

"' necessituted-under para

work object of the fundng’aﬂreement
and that such action is necessary to
achieve practical apphcéhon of the
subject invention or work object. Any
such determination will be on the fecord
after an opportunity for 8 §n agency’
hearing, The contractor shall be given
prompt notification of the determination
by certified or reg!stered ‘mail. Any
action commenced for ;udlclai review of
such determination shail be brought
within sixty days after nonﬁcanon of
such determination. ;

9401 13 Administration ol Patent Rights

 Clausen. ;

(a) In the event a aub;ect inventian is
made under funding agre ments of more
than one agency, at the request of the
contractor of on their own initiative the
agencies shall designate one agency as
responsible for admmiutratlon of the
righta of the govemment }n the

" invention.

(b} Agencies shall promptly grant,
untless there is a significant reason not
to, a request by & nonprofit organizationt
under paragraph (k}{2) ofithe clauses
prescribed by either OMB Circular A~
124 or OMB Bulletin 81-22 inasmuch as

35 U,8.C. 202(c)(7) has since been

amended to eliminate the limitation on
the duration of exclus:va%hcenaea

i significant
reason not to, agencies ahall promptly
approve an asgsignment. by a nonprefit
organization to an organization which
has as one of its primary functions the
management of inventions when a
request for approval has been
ph (k)(1} of
the clauses prescribed by either OMB- -
Circalar A~124-or OMB B;ttllehn a1-22
because the patent management ’
organization is engaged iy or holds a -
substantial interest in other
organizations engaged in the manfacture -
or sale of products or thc use of
processes that might uti]ize the
invention or be in competition withy
embodiments of the invention. As

_ amended, 35 U.S.C. 202(c}{7} no longer

contains this limitation. The policy of
this subsection sheuld alio be followed
in connection with similaf approvals
that may be required under Institutional
Patent Agreements, otherzputent rights
clauses, or waivers that predate Chapter
18 of Title 3%, United Slat?n Code,

(c) The President’s Patent Policy
Memorandum of February 18, 1983,

" states that agencies should protect the

confidentiality of invention disclosure,
patent applications, and x!tzhzatlon
reports required in performance or in
consequence of awards to the extent
permitted by 35 U.5.C. 20.? or other
applicable laws. The following
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clause found at § 401.14{a} os suck other
clause may be used in the funding
agreement. Howeves, a0 agency may
diseloss such subjest inventions under

_ the FORA, at its discxetion, afler

contrasior hae eleciad not to retain title.
or after the time iy which the contracior
is required to make an eiection if the
contractos has not made ax élection
within that time. Similarly, an agency
may hanos a FOIA request at its.
.discretion if it finds that the samo
informatioa bas previously been
published by the inventor, contmr:tor, or
otherwige. If the agency plans to file

- itself when the cooiractor has not

elected title, it may, of eourse, continue
to avail itself of the authority of 35

'U.S.C 208,

{2) I aceordance with 358 U.S.C 205,

. agencies shall not disclosa or releasa for

a period of 18 menibs from the filing,
date of the application to third parties
pursuant to requests endes the Freedom
of Irfornrativa Act o otherwise copies
of any document which the agency

to the extent such materiais were
provided as part of a technicak report o
other submission of the contractor:
which were submitted independently of
the requirements of the patent righta
provisions of the contract. Howeves if &
small business firm or nonprofit
organization notftes the agency tata
particular report ntutheruhu_u
contains & disclonre ol &
invention to which it has elected tithe u:
may elect tithe, the agency shalk ea
reasonable efforts to restrictits
pubbcation of the materiak for six:
monthe frome date of itw receipt of the-
report or submission or, if eslier, wrik -
the contractor has filed an ixitiad patent
application. Agencies, of course, retain.
the discretion to delay puhuﬂﬂmfw
addxlugzmﬁ perioc:i‘ ‘thme.

(5) Nothing i paragrapk ip
mtmdd tor imaint the suthaeity of

gencies grovided oz 36 IULS.C. 268 i -

carcunutancel noy- lpuuﬁcdiy deomhd
in this pacagrapis.

obtaimed under this clansa whichis part ,,.f‘m :14._Standard patent ﬂﬂhﬁ m

of an applicatiom for paenk with the
Patent and Trademark Offica or any k
foreign patent offiee filed by the

- contractor {(or ite assignees, licensees. or

employees} ou & subject invention tg
which the contractor has elected to
retain title. This prohibition does not
-extend to disclosure to other
government ageucie: or contractoss of
government ageircies undey an
obligation to maimtain such information
in confidence.
- {3} A number of agencies have
policies to encourage public
dissemination of the results of worls
supported by the agency througly
publicatior in government or other
‘publications of technical reports of
contraciars ot others. In recognition of
the fact that such publication, if it
included descriptions of a subject.
invention could create bars to chlaining
patent protection. it is the palicy of the
executive branch that agencies will not
include in such publication programs

(a) The following is e standard
patent rights clause to be ased as
specified in § 40‘!-3(!} S

“Patent Rights (Small Business- -Firms and"”
Nonprofit Orgonizationsf
{a) Definiticns

(1) "Inventien’ e any mvcnﬁon of
discovery which is or nay be patentable or
otherwise protectabls undee Title 35 of the
United States Code, or any novel variety of
plant which iy ar may be protected under the
Plant Variety Protection Act {7 U.S.C. 2321 %

seq.)

(2) “Suiiwct invention™ maans ang . ;
invemtion of the controcior conceswsd or firgt
actuaily redeced to prictice inthe -
performames of woik undarthis contruek -
pravided that in the case of & variety of plml..
the date of determination (as defimed in
section 41{d) of the Plant Variety Protection
Act, 7 US.C. 2401{d)) must also accurdmim
the peniad of controc! performanca

{3) “Practical Application™ means &
manufacrare im the caer of & composition o
product to peactice in the cass of & process
or method, or to operate in the case oia-
machine or system: snd, in sach case. under -

inventor{s}. It ghall be
" in technical

s —
requirements should be followed for copies af disclosures of inventions. such conditions as to establish that the
funding agreements covered by and submitted by amall business firms-or- invention is beivgutilized and that its
predating this Past 401. nonprofit organizations, pursuant to benefits are, (o the extent permitted by law or
- (1) To the extent authorized by 36 paragraph (¢} of the standard clause: ﬂﬁ‘ﬁi’“’nm w “;:adabh f the
U.S.C. 208, agenciss shall not discleas o found at § 401.34(a)\ except that under p(4]c'mf?e?whnandmnhumb
third parties pursuant to under  the same circumstances under which invention meams the conception or ﬁme::’ml-
- the Freedom of Iudormation Act (FOLA)  agesicies ars authorized to release s6B raducuon o practics of wock inventiom.
any informatiorn di“bﬂins & sabiec‘- information pursuant to FOLA requests {5) “Smail Business Firm" mem, soalk
" invention fer a reasonable time in crder  undes paragraph ic]t}.} of tiris saction, buainess concern as defined at section 2 of
. for a patent application to be filad. With  agencies may publish such disclosuress  Pub. L. 83-538 (15 U.S.C.632T and |
respech o subject inventions of {4} Nothing in this paragraplyis implementing ations of the E
contractors that are small business fims  intended to preclode agencies from Admimistrator of the Smait Business
or nonprofit organizations, a reasonable  including in the puhhcaﬂo;nanﬁm Administratfon. For the purpose of }hil
time Jhall be the time during which an de:u:x-ﬂ:edh in lt(h; ﬁ';i sentence of.‘ :L“"‘ ""mm ""‘;f”d' b"’?:“;m
initial patent appilication may be filed paragraph (c}(3 publication merne invelved i :
under paragraph (c) of the standard: mat describing a subject invention,  PLOCTroeM and rebeontracting at 13 CFR

121.3-8 and 13 CFR 121.3-12, relpecuvely.
will be used. i
(83 “Nomprolit Orgenization™ meam' a

" university or other institution of higher

education or an organization of lhaimn
described in section 501(c}(3] of the Internal
Revenue Coda of 1954 (26 U.S.C. m-r(c] and
exempt from texatior under m:tiou sora} of
the Internaf Revernre Code (25 €. &C. smfu)}
or any nowprofit scientific or

organigation qealified wder » ulh nonpnﬁl‘

" orgenizefiow st isle,

{b} Allvestion of Prineipai Rfdlb

The Coatractor may retain the ﬂllbm rfgh!._
title, and imevest throwghout the wurld te

" each subject inventton subject to the

pmmmuo!thudnuumdasugcn.

“With respect 10 any subject invention in

which the Comtractor retains titls, tre Federal
‘government skl have a nmmchm

- nontransferable, irrevocable, puid-up ltcemse

to mhwhnpmhil-ngmbehll

of the United Siaies tleublﬂ'.lupm

thraughaut the woreld.

(c} mmm&‘nhn&

Fﬂmoihmhpﬂnﬁwhy(?o{mm
(ﬂmmmﬂdidosgﬂ

. subject invention v the Federal

within two monthe aiter the izv

 discloses it In writing to

coniroctar parsonnel.
responsibie for pasent matters. The disclonams.

'\Tc the agency shall be in the form ok s written

--tepart and shall identify the confroct under |
which the invention way made and the
eamplefr
| detwil to conveya ele

. understasding to the extant huw?a'ali-

time of the disclosure, of the n . PUFpOSES
operation, and the physical. chemical,
‘biological or electrical charmﬂitim of the
invention. The discicaure shell also idendify
any publication, on sale or publiciuss of the
invention and whether a manuscript
describing the mvention has beert submitted
for publication and, if se, whethegn tras been
eccepied for pablication at the time of

. disclosure. Inn additien, after disciceure to the

agency,; the Contracior will pr\'m?dy notify. .
the agency of the acceptanes of any
manuseripd describing the invention for.
publication ar of any on salacr pgablﬁ:. use

. planned by thw contractor.

(2} The Controctor wilk eiect m writing
whether o 80F to retain tite o lnymch
invention by notiying tthederd ey
within two yeass of disciosure mh. Federal
agency. However, in any case where
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publication, on sale or pubhc uss has
initiated the ope year statutory period
wherein valid patent protaction can still be
obtained in the United States, the penod for
election of title may be shartened by the

agency to a date that is sossare then 80 daysw
prior to the end of the statatory period.

{3) The contractor will file its initial patent
application on a subject invention to which it
elects to retain title within one year after
election of title or, if earlier, prior to the end
of any statutory period wherein valid patent
protection ¢an be obtained in the United
States after a publication. on saie, or public
use. The contractor will file patent
applications in additional countries or
internationa) patent offices within either ten
months of the corresponding initial patent
application or six months from the date
permission is granted by the Commissioner of
Patents and Trademarks to file foreign patent
appiications where such filing has been
prohibited by a Secrecy Order.

{4) Requests for extension of the time for
disciosure, election, and filing under
subparagraphs (1), (2). and (3] may, at the
discretion of the agency, be granted,

(d) Conditions When the Government May
Obtain Title .

The contractor will convey to the Federok
agency, upon written request, tite to any
subject invention—

(1} If the contractor fails to disclose or elect
title to'the subject invention within the times
specified in (c), abave, ar elects not to retain
title; provided that the agency may only”
request title WIWM of
thefaihmofthcaon ctor to disclose or
elect-within-the spacified tines. -

. (2] In tsode countrias in which the
contractor faila to file patent applications
within the times specified in (c) above;
provided; howevaer, that if the controctor haa
filed a patent application in 4 country after
the times specified in (c) above, but prior to
its receipt of the writtem: request of the
Federal agancy, the controctor shall continue
to retain title in that country.

{3} In any country in which the contrector
decides oot to continue the prosecution of
any application for. to pay the maintenance
fees on, or defend in reexamination or
opposition proceeding on, a patent ona
subject invention.

(e) Minimum Rights to Can!macor and
Protection of the Contractor Right to File

{1} The cantractor will retain u
nonexclusive royalty-free license throughout
the world in each subject invention to which
the Government obtains title, excapt if the
contractor fails to disclose the inveation
within the times specified ia (c). above. The
contractor's licenae extends to its domestlc
subsidiary and affiliates, if any, within the
corporate structure of which the contractor is
a party and includes the right to grant
sublicenses of the samae scope o the extent
the contractor was legally obiigated to do so
at the tite the contract was awarded. The

license is transferable only with the approval’ |

of the Federal agency excapt when
transferred to the sucessor of that party of
the contractor’s business to which the
invention pertains.

{2} The controctor’s domestic license may
be revoked or modified by the funding

Federat agancy ta lhe extent necessary to -
achieve axpeditions prectical application of
the subject invention pursuant to sn
application for an exclusive license submitted
in accordance with applicable provisions et
37 CFR Part 404 and ggency licensing
regulations (if any}). This license will not be
revoked in that field of use or the
geographical areas in which the controctor
has achieved practical application and
continues to make tha benefite of the
invention reasenably accessible to the public.
The license in any foreiga country may be
revoked or modified gt the discretion of the
funding Federa! agency to the extent the
contractor. its licensees. or the domestic
subsidiaries or affiliates have failed to

" achieve practical application in that loreign
country.

(3) Before remcation or modification of the
licenae, the funding Faderal egency wiil
furnish the contractor a written notice of ita
intention to revoke or modify the license, and
the contractor will be allowed thirty days (or
such other time a3 may be authorized by the
funding Federal! agency for good caute shown
by the contractor] aftér the notice to show
cause why the license should not be revoked
or modified. The contractor hay the right to
appeal, in accordance with applicable
regulations in 37 CFR Part 404 end agency
regulations (if any) concerning the licensing
of Government-owned inventions, any
decision concerning the revocation or
modification of the licenss:

“{f) Contractor Action to Protact the
Government's Interest

{1) The contractor agrees to sxscute or to
. haye-executed and prompfiy:deliver o’ the -
Federal ageiicy. s aﬂ instruments necessary to
i) establish or confirm the rights the
Government has throughout the world in
those subject mventions to which the .
contmctol:i elects to retain title, and ‘32‘
convgy.title-to.the.Federa/ agency.
reqiiested under paragraph {d) above an
enable the.government to obtuin s p-tu
potection throughout the world ifi that
subject inventor,
[2) The contractor ugrees to require, by
Fﬁ\;gntten agreement. its employees, other t.han
EMployIsE e

pily in writing to personnel
J identifisd 4p responsible for tha -
! administration of patent matters and in @
format suggested by the controctor each
subject invention made under controct in
order that the contractor can comply with the
disclosure provisions of paragraph {c), above,

.} jand to execute all papers necassary ta fila

Tipatent applicetions on Fubject Inventicia [}
to establish the goverfiment's rlaltﬂi“:i”fh

.WWW
‘Fequiie, ai & minimum, the,
mfm-mnnon required by {c)(1}. above. The
contractor shall instruct yach empiloyess
tbrough empioyer agreaments or other
‘suitable educational programs on the
/ importance of reporting inventions o
sufficient time to permit the filing of patent
gpphutiom peior to US, orfurelgn statutory
ars.

{3] The contractor will notify the Padeit}
agency of any decisions aot to continue the
prosscution of & petent application, pay
maintenance fees, or defend ina

‘reexamination or opposition procead!
. patent, in any country, not lesa than thirty

ngona

days before the explradonfof the response
pertod required by the relq;vant patent office.
{4) The contractor agrees to include, within -
the specification of any Uriued States patent
applications and any patent issuing theveon
covering a subject mvenﬂqkn. the following

- statement, “This inventioniwas made with

government support under{(identify the
contrget} awarded by (identify the Federal
agency). The government has certain rights in
the invention."

() Subcontracts

(1) The contractor will i c{ude this clause,
suitably modified to identify the parties. in al}
subcontracts, regardless oftier, for
experimental, developmental or research
work 1o be performed by alsmall business
firm or domestic nonprofit f:wgemunon. The
subcontractor will retain al rights provided
for the contractor in this clause, and the
contractar will not. as partof the
corisidération for QW tha subcontract,
obtain rights in the nubcontractor‘a subject
inventions, i
: (Z)Thacom:mrwdllndudn in al} other
subcontracts, regardless of ter, for
experimental dmlopmmtqt or research .
work the patent rights clause required by
{cite section of agency rmp{emenan;
regulations or FAR).

{3} In the casa of submqacts. at any Her,
when the prime award with the Fedorai
agency was a contract (bt not a grant or
cooperative agreement), the agency, .
subcontractor, and the contractor agres that
the mutual obligations of the parties created
by this clause constitute a contract between
the subcontractor and the Federal agency
with respect to the matters Eovered by the
clause; provided, however, thai nothing in
this paragraph is intended to confer any

e jurisdiction under the Contrbct Disputes Act
under

in connection with proceedi
paragraph (j} of this clause. | -
{h) Reporting on Utilization of Subfact
Inventions
The Contracisr agrees to gubmit on request
periodic reports no more frequently than
annually on the utilization of a subject
invention or on efforts at oblaining such
utilization that are being made by the
contractor ar its licensees of assignees. Such
reports shall include information regarding
the atatus of development, dite of first
commerical sale or use, groab toyalties
eceived by the contractar, and such other
data and information as the agency may
" reasonably specify. The canbuazor also
agrees to provide additional [reports a8 may
be requested by the agency in connection
with any march-in proceedin: undertaken by
the agency in accordance with peragraph ()
of this clause. As required by 35 US.C.
202(c)(5), the agency agrees it will not
disclose such information to ji)urst:lns outside
the government without permission of the
controctar. %

{i) Prefarence for United Slaty Industry
Notwithstanding any other, provision of this

clause, the contractor sgreesthat neither it
nor any assignee will grant tg any person the
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exclusive right 1o use or sell any subject

" inventions in the Uriited States unless such
person agrees that any products embodying
the subject invention or produced through the
use of the subject invention will be
manufactured lubatant.ially in the United
States. However, int individual cases, the
requirement for such an agreement may be
waived by the Federal agency upona -
showing by the contractor or its assignee that
reasonable but unsuccessful efforts have
been made to grant licenses on similar terms
to potential licansees that wouid he likely to
manufacturs substantially in the United
States or that under the circumastances
domestic manufacture is not comrnencally
feasible.

{j) March-in Rights

The contractor egrees that with respect to
any sybiect invéition in which it has
acqulred title, the Federa/ agency has the
right in accordam:a with the procedures in 37
CFR 401.8'and any aupp!emental regulations

. of the agency to require the contractor, an
assigheeof excluswa licensee of a subject
invention to grant a nonexclusive, partielly
exclusive, or exclusive license in any field of
usetoa responulbla -applicant or applicants,
upon terma-that ate reasonable under the
circumatances; anid if the contractor,
assignea:orexclusive licensee refuses such a
request the Federal agency has the right to
grant such a-license itself if the Federal
agency determines that:

(1) Such action is necessary becsuse the
contractor or assignee has not taken, or is not
expected to take within a reasonable tima,
effective steps to achieve practical
application of the subject uwentmn :.n luch
field of use. :

(2) Such action is nacesaary to allev{ata
health or safety needs which are not
reasonably, satisfied by the contractor,
assignee or-their licensees;

(3] Such action is necessary to meet
requirements for public use spécified by
Feders| regulations and such requirements
are not reagonably satisfied by the
contractor; assignee or licensess; or

(4) Such/action is necessary because the
agreement required by paragraph (i) of this
clause has not been obtained or waived or
because g licensee of the exclusive right to
use or sel! any subject invention in the United
States is 'in breach of such agreement.

(k) Special Provisions for contracts with
Nonprofit organizations

If the contractor is a nonprofit
organization, it agrees that:

(1) Rights to a subject invention in the
United States may not be assigned without
the approval of the Federal agency, except
where such essignment is made 1o an
organization which has as one of its primary
functions the management of inventions,
provided that such assignee will be subject to
the same provisions as the contractos

(2) The contractor will share royalties

. collected on a subject invention with the
inventor. including Federsl employes co-
_inventors (when the agency deems it

- appropriate) when the subject invention {a

assigned in accardance with 35 U.S.C. 202{e)
and 37 CFR 401.10;

*  (3) The balance of any royalties o incoms

earned by the contractor with respect to

subject inventiona, after payment of expenses
{including payments to inventors) incidential
to the administration of subject inventions,
will be utilized for the support of scientific
research or education; and

{4} It will make efforts that are reaaonabla
under the circumatances Lo atiract licensess
of subject invention that are small businesa
firms and that it wili give a preference toa
gmall business firm when licensing a subject
invention if the contractor determines that
the smail business firm has a planor -
proposai for marketing the invention which, if
executed, is equally as likely to bring the
invention to practical application as any .
plans or proposals from applicants that are
not small business firms; provided, that the-
contractor ia also datisfied that the small
business firm has the capability and
resources {0 carry out its plan or proposal.
The decision whether to give a preference in
any specific case will be at the discretion of
the contractor. However, the contractor
agrees that the Secretary may review the
contractor's licensing program and decisions
regarding smalil business applicants, and the
contractor will negotiate changes toits -
licensing policies, procedures, or practices
with the Secretary when the Sectetary’s
review discloses that the contractor could
take reasonable steps to implement more
Fkl'fecuvaly the reqirementa of this paragraph

)(4)

(1) Communication

{Complete According to-Instructions at
401.5(b))

{b] When the Department of Energy
(DOE) determines to use alternative

.. provisions under § 401.3{a}{4), the

standard clause at § 401.14(a), above,
shall be used with the following
modifications unlesa a substitute clause
is drafted by DOE:

(1) The title of the clause shall be
changed to read as follows: Patent

_ Rights to Nonprofit DOE Facility

Operators

{2) Add an “(A)" after “(1)" in
paragraph (c)(1) and add subparagraphs
(B}and [C) to paragraph {c)(1) as
follows:

(B} If the subject invention occurred under
activities funded by the naval nuclear
propulsion or wespons related programs of
DOE, then the provisions of this
subparagraph (c){1)(B) will apply in liew of -
paragraphs {(c}(2) and {3). In such cases the
contractor agrees to assign the government
the entire right, title, and interest thereto
throughout the world in and to the subject -
invention except to the extent that rights are
retained by the contractor through a greater

hle), . -
rights determination or under paragraph (e} . not applicable to the actual aubject

below. The contractor, or an smployee-
inventor, with authorization of the contractor,
may submit a request for greater rights at the
time the invention is disclosed or within a
teasonable time thereafter. DOE will process
such a request in sccordance with procedures
at 37 CFR 401.15. Each determination of
greater rights will be subject to paragraphs
{h}={k) of this clause and such additional
conditions, if any. deemed to be appropriatc
by the Depoertment of Energy.

{C) At the time an mventmn in ducloaed n
accordance with (c){1}{A) above, dr within 90
days thereaftar, tha contractor will submit a
written statement as to whether a§ not the
invention occurred under a navai;uciear "
propulsion or weapons-retated program of the-
Department of Energy. If this statement is not
filed within this time, aubparagraph {e)(1)(B)
will apply in lieu of paragrapha {c)(2) and (3},
The contractor statement will ba deemed
conclusive unless, within 60 days thereafter,
the Contracting Officer disagrees in writing,
in which case the determination of the
Contracting Officer will be deemed
conclusive unless the contractor ﬁtel aclaim
under the Contract Disputes Act wpthin 80
days after the Contracting Officer
determination. Pending resolution of the
matter, the invention will be sub;ect to
subparagraph {c)(1)(B). ;

{3) Paragraph ({k)(3) of the clauae will
be modified as prescribed at §401.5(g).

§ 401.15 Daferred determ

(a) This section applies to requests for
greater rights in subject inventions made
by contractors when deferred |
determination provisions were included
in the funding agreement because one of
the exceptions at § 401.3(a)} wg; apphad.
except that the Department of Energy is
authorized to procesa deferred
determinations either in accordance
with its waiver regulations or |
section. A contractor reques greatar
rights should include with its requeat
information on its plans and intentions
to bring the invention to practicai
application. Within 90 days after
receiving a request and auppcﬁim
information, or sooner if a statutory bar
to patenting is imminent, the agency
should seek to make a determination. In
any event, if a bar to patenﬁng is
imminent, unless the agency plans to file
on ita own, it shall authorize the
contractor to file a patent appimahon
pending a determination by Lha agency.
Such a filing shall normally be at the
contractor's own risk and axpense.
Howevet, if the agency subaequently
refuses to allow the contractor to retain
title and elects to proceed with the
patent application under government
ownership, it shall rermbma e
contractor for the cost of prepgrmg and
filing the patent application. |

(b} If the circumstances of concerns
which originally led the agency to
invoke an exception under § 401 J{a) are

invention or are no longer valid because
of subsequent events, the agency should
allow the contractor to retainititie to the
invention on the same conditions as
‘would have applied if the ataudard
‘clause at § 401.14{z) had been used
originally, unless it has been licensed.
(c) If paragraph (b} is not applicable
the agency shall make its determination
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based on an assessment whether its:
own plans regarding the invention will
better promote the policies and
objectives of 35 U.S.C. 200 than will
contractor ownership of the invention.
Moreover, if the agency is concerned
only about specific uses or applications

of the invention, it shall consider leaving

title in the contractor with additional

. conditions imposed upon the
contractor's use of the invention for

_such applications or with expanded

govemment.license rights in-such
applications. S
(d} A determination not to allow the

" contractor to retain title 1o a subject

invention or to restrict or condition its
title with conditions differing from those
in the clause at § 401.14{a}, uniess made
by the head of the agency. shall be
appealable by the contractor to.an.
agency official at a level above the
person who made the determination.
This appeal shall be subject to the

procedtires applicable to appedls under
§ 401.11 of this part.

§401.16 Submissions and Inquiries:-

All submissions or inquiries should be
directed to Federal Technology
Management Policy Division. telephone
number 202-377-06859, Room H4837, U.S.
Department of Commerce, Washington,
DC 20230. o 3 :
{FR Doc. 87-5618 Filed 3-17 87; 8:45 am}
BILLING CODE 3510-19-4
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PATENT LAWS ‘ 201

design, or model in respect of the invention. A United
States patent issued to such person, his suceessors, assigns,
or Jegal representatives shall be invalid, unless the failure to
procure such license was through error and without decep-
tive intent, and the patent does not disclose subject matter
within the scope of section 181 of this title.

{Amended Aug. 23, 1988, Public Law 100-418, sec.
9101(b)(2), 102 Stat. 1568.)

35U.8.C. 186 Penalty.

Whoever, during the period or periods of time an inven-
tion has been ordered to be kept secret and the grant of a
patent thereon withheld pursuant to section 181 of this title,
shall, with knowledge of such order and without due autho-
rization, willfully publish or disclose or authorize or cause
to be published or disclosed the invention, or material
information with respect thereto, or whoever willfully, in
violation of the provisions of section 184 of this title, shall
file or cause or authorize to be filed in any foreign country
an application for patent or for the registration of a utility
model, industrial design, or model in respect of any inven-
tion made in the United States, shall, upon conviction, be
fined not more than $10,000 or imprisoned for not more
than two years, or both.

{Amended Aug.- 23, 1988, Public Law 100-418, sec.
9101(b)(3), 102 Stat. 1568.)

35U.5.C. 187 Nonapplicability to certain persons.

The prohibitions and penalties of this chapter shall not
apply to any officer or agent of the United States acting
within the scope of his authority, nor to any person acting
upon his written instructions or permission.

350U.S.C. 188 Rules and regulations, delegation of
power.

Thse Atomic Energy Commission, the Secretary of a
defense department, the chief officer of any other depart-
ment or agency of the Government designated by the Presi-
dent as a defense agency of the United States, and the
Secretary of Commerce, may separately issue rules and
regulations to enable the respective department or agency
to carry out the provisions of this chapter, and may delegate
any power conferred by this chapter.

CHAPTER (18] 38 — PATENT RIGHTS IN
INVENTIONS MADE WITH FEDERAL
ASSISTANCE

Sec. :

200 Policy and objective.

201 Definitions.

202 Disposition of rights.

203 March-inrights.

204  Preference for United States industry.
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205 Confidentiality. .

206  Uniform clauses and regulations. .

207 *Domestic and foreign protection of federally owned
inventions. _ :

208 Regulations governing Federal licensing.

209 Restrictions on licensing of federallyjowned inven-
tions. _ '

210 Precedence of chapter.

211 Relationship to antitrust laws.

212  Disposition of rights in educational awards.

35US.C. 200 Policy and objective.
It is the policy and objective of the Congress to use the
patent system to promote the utilization of mvenuons aris- " .
ing from federally supported research or development to
encourage maximum participation of small lpusmess firms
in federally supported research and development efforts; to
promote collaboration between commercialconcerns and
nonprofit organizations, including universities; to ensure
that inventions made by nonprofit organizations and small
business firms are used in a manner to promote free compe-
tition and enterprise; to promote the commercialization and
public availability of inventions made in the; United States
by United States industry and labor; to ensure that the Gov-
ernment obtains sufficient rights in federally supported
inventions to meet the needs of the Government and protect
the public against nonuse or unreasonable nse of inven-
tions; and to minintize the costs of administering policies in
this area.

(Added Dec. 12, 1980, Public Law 96-517, sdc. 6(a), 94 Stat.
3018.) ‘

350.8.C. 201 Definitions.
As used in this chapter —
(a) The term “Federal agency” means any executive
agency as defined in section 105 of title 5, United States
Code, and the military departments as defirled by section
102 of title 5, United States Code. '
(b} The term “funding agreement” means any con-
tract, grant, or cooperative agreement entered into between
any Federal agency, other than the Tennessee. Valley
Authority, and any contractor for the performance of exper-
imental, developmental, or research work funded in whole
or in part by the Federal Government. Such term includes
any assignment, substitution of parties, or subcontract of
any type entered into for the performance of experimental,
developmental, or research work under a funding agree-
ment as herein defined.
(¢) The term “contractor” means any iperson, smail
business firm, or nonprofit organization that is a party to a
funding agreement.
{d} The term “invention” means any} invention or
discovery which is or may be patentable or atherwise pro-
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PATENT LAWS 202

funded inventions as the Comptroller General believes
appropriate.

(4) If the contractor believes that a determination
is contrary lo the policies and objectives of this chapter or
constitutes an abuse of discretion by the agency, the deter-
mination shall be subject to the last paragraph of section
203(2).

(¢} Each funding agreement with a small business
firm or nonprofit organization shall contain appropriate
provisions to effectuate the following:

(I) That the contractor disclose each subject
invention to the Federal agency within a reasonable time
after it becomes known to contractor personnel responsible
for the administration of patent matters, and that the Fed-
eral Government may receive title to any subject invention
not disclosed to it within such time.

(2) That the contractor make a written election
within two years after disclosure to the Federal agency (or
such additional time as may be approved by the Federal
agency) whether the contractor will retain iitle to a subject
invention: Provided, That in any case where publication, on
sale, or public use, has initiated the one year statutory
period in which valid patent protection can still be obtained
in the United States, the period for election may be short-
ened by the Federal agency to a date that is not more than
sixty days prior to the end of the statutory period: And pro-
vided further, That the Federal Government may receive
title to any subject invention in which the contractor does
not elect to retain rights or falls to elect rights within such
times, :

(3) That a contractor electing rights in a subject
invention agrees to file a patent application prior to any
statutory bar date that may oceur under this title due to pub-
lication, on sale, or public use, and shall thereafter file cor-
responding patent applications in other countries in which
it wishes to retain title within reasonable times, and that the
Federal Government may receive title to any subject inven-
tions in the United States or other countries in which the
contractor has not filed patent applications on the subject
invention within such times,

(4) With respect to any invention in which the
. contractor elects rights, the Federal agency shall have a
nonexclusive, nontransferable, irrevocable, paid-up license
to practice or have practiced for or on behalf of the United
States any subject invention throughout the world: Pro-
vided, That the funding agreement may provide for such
additional rights; including the right to assign or have
assigned foreign patent rights in the subject invention, as
are determined by the agency as necessary for meeting the
obligations of the United States under any treaty, interna-
tional agreement, arrangement of cooperation, memoran-
dum of understanding, or similar arrangement, including
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military agreements relating to weapons development and
production. ‘ .
(5) The right of the Federal agéncy to require
periodic reporting on the utilization or efforts at obtaining
utilization that are being made by the conh@ctox orhis lic-
ensees or assignees: Provided, That any such information,
as well as any information on utilization or efforts at
obtaining utilization obtained as part of a pmceeduvI under
section 203 of this chapter shall be treated by the Federal
agency as commercial and financial 1nfoupat;on obtained
from a person and privileged and confidential and not sub-
ject to disclosure under section 552 of title 5 of the Umted
States Code.

I

(6) Anobligation on the part of tk e contractor, in

the event a United States patent application is filed by or on
its behalf or by any assignee of the cont1§ctm to include
within the specification of such applicatiori and any patent
issuing thereon, a statement specifying that the invention
was made with Government support and that the Govern-
ment has certain rights in the invention,

(7)  In the case of a nonprofit organization, (A) a
prohibition upon the assignment of rights to a subject
invention in the United States without the approval of the
Federal agency, except where such assign i:ent is made Lo
an organization which has as one of its primary functions
the management of inventions (provided that such assignee
shall be subject to the same provisions as }he contractor);
(B) a requirement that the contractor sharé royalties with
the inventor; (C) except with respect to agfunding agree-
ment for the operation of a Government-owned-contractor-
operated faclhty, a requirement that the balance of any roy-
alties or income earned by the contractor wzth respect to
subject inventions, afier payment of expenses (including
payments to inventors) incidental to the administration of
subject inventions, be utilized for the suppert of scientific
research, or education; (D) a requirement that, except
where it proves infeasible after a reasonablg 'inquiry, in the
licensing of subject inventions shall be given to small busi-
ness firms; and (E) with respect to a funding.agreemet for
the operation of a Government- owued—confractox -operator
facility, requirements (i) that after payment of patenting
costs, licensing costs, payments to mventms and other
expenses incidental to the administration of subject inven-
tions, 100 percent of the balance of any 1oyaltles or income
earned and retained by the contractor d {_‘mg any fiscal
year, up to an amount equal to 5 percent of the annual bud-
get of the facility, shall be used by the contrhctor for scien-

tific research, development, and education consistent with -

the research and development mission and objectives of the
facitity, including activities that increase; the licensing
potential of other inventions of the facility provided that if
said balance exceeds 5 percent of the annual, budget of the

Rev, 1, Feb. 2000
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priate, the determination of the Federal agency. In cases
described in paragraphs (a) and (c), the agency’s determina-
tion shall be held in abeyance pending the exhaustion of
appeals or petitions filed under the preceding sentence.

{Added Dec. 12, 1980, Public Law 96-517, sec. 6(a), 94 Stat.
3022, amended Nov. 8, 1984, Public Law 98-620, sec. 501(9), 98
Stat. 3367; Oct. 29, 1992, Public Law 102-572, sec. 902{b)(1),
106 Stat. 4516.)

35U.8.C. 204 Preference for United States industry.

Notwithstanding any other provision of this chapter, no
small business firm or nonprofit organization which
receives title to any subject invention and no assignee of
any such small business firm or nonprofit organization
shall grant to any person the exclusive right to use or sell
any subject invention in the United States unless such per-
. son agrees that any products embodying the subject inven-
tion or produced through the use of the subject invention
will be manufactured substantially in the United States.
However, in individual cases, the requirement for such an
agreement may be waived by the Federal agency under
whose funding agreement the invention was made upon a
showing by the small business {irm, nonprofit organization,
or assignee that reasonable but unsuccessful efforts have
been made to grant licenses on similar terms to potential
licensees that would be likely to manufacture substantially
in the United States or that under the circumstances domes-
tic manufacture is not commercially feasible.

(Added Dec. 12, 1980, Public Law 96-517, sec. 6{a), 94 Stat.
3023.) :

35U.8.C. 205 Confidentiality.

Federal agencies are authorized to withhold from disclo-
sure to the public information disclosing any invention in
which the Federal Government owns or may own a right,
title, or interest (including a nonexclusive license) for a rea-
sonable time in order for a patent application to be filed.
Furthermore, Federal agencies shall not be required to
release copies of any document which is part of an applica-
tion for patent filed with the United States Patent and
Trademark Office or with any foreign patent office.

(Added Dec. 12, 1980, Public Law 96-517, sec. 6(a), 94 Stat,
3023.)

35U.8.C. 206 Uniform clauses and regulatiens.

The Secretary of Commerce may issue regulations
which may be made applicable to Federal agencies imple-
menting the provisions of sections 202 through 204 of this
chapter and shall establish standard funding agreement pro-
visions required under this chapter. The regulations and the
standard funding agreement shall be subject to public com-
ment before their issuance.
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(Added Dec. 12, 1980, Public Law 96-517,
3023; amended Nov. 8, 1984, Pubiic Law 98-62¢

209

sec. 6(a), 94 Stat,
, sec. 501(10), 98

Stat. 3367.)

350U.8.C. 207 Domestic and foreign protection of fed-
erally owned inventions. .
{a)  Each Federal agency is authorized to —

(1) apply for, obtain, and maintain patents or
other forms of protection in the United States and in foreign
countries on inventions in which the Federal Government
owns a right, title, or interest;

(2} grant nonexclusive, exclusive, or partially
exclusive licenses under federally owned jpatent applica-
tions, patents, or other forms of protection obtained, roy-
alty-free or for royalties or other consideration, and on such
terms and conditions, including the grant ta the licensee of
the right of enforcement pursuant to the proyisions of chap-
ter 29 of this title as determined appropriate in the public
interest;

(3) undertake all other suitableiand necessary
steps to protect and administer rights to federally owned
inventions on behalf of the Federal Government either
directly or through contract; and

(4) transfer custody and administeation, in whole
or in part, to another Federal agency, of the right, title, or
interest in any federally owned invention.

(b) For the purpose of assuring the effective man-
agement of Government-owned inventions, the Secretary
of Commerce authorized to -

(1}  assist Federal agency efforts to promote the
licensing and utilization of Govemment-owyed inventions;

(2) assist Federal agencies in seeking protection
and maintaining inventions in foreign couniries, including
the payment of fees and costs connected therewith; and

(3)  consult with and advise Federa! agencies as to
areas of science and technology research and development
with potential for commercial utilization, |

(Added Dec. 12, 1980, Public Law 96-517, éec. 6(a}, 94 Stat.
3023; amended Nov. 8, 1984, Public Law 98-620, sec. 501(11),
98 Stat, 3367.)

350.5.C. 208 Regulations governing F}gderal licens-
' ing. %

The Secretary of Commerce is authorizedé to promulgate
regulations specifying the terms and conditions upon which
any federally owned invention, other than inventions
owned by the Tennessee Valley Authority, may be licensed
on a nonexclusive, partially exclusive, or exezlusive basis.

{Added Dec. 12, 1980, Public Law 96-517, sfec. 6(a), 94 Stat.
3024; amended Nov. 8, 1984, Public Law 98-620,sec. 501(12}, 98
Stat. 3367.)

35US.C. 209 Restrictions on licensing of federally
owned inventions.
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subject inventions of small business firms or nonprofit
organizations contractors in a manner that is inconsistent
with this chapter, including but not necessarily limited to
the following:

(1) section 10(a) of the Act of June 29, 1935, as
added by title I of the Act of August 14, 1946 (7 U.S.C.
427i(a); 60 Stat, 1085);

(2) section 205(a) of the Act of August 14, 1946
{7 U.S.C. 1624(a); GO Stat. 1090);

(3} section 501(c) of the Federal Mine Safety and
Health Act of 1977 (30 U.S.C. 951(c); 83 Stat. 742);

‘ (4) section 30168(e) of title 49;

{5) section 12 of the National Science Foundation
Act of 1950 (42 U.S.C. 1871(a); 82 Stat, 360);

(6) section 152 of the Atomic Energy Act of 1954
(42 U.S.C. 2182; 68 Stat. 943);

(7)  section 305 of the National Aeronautics and
Space Act of 1958 (42 U.S.C. 2457);

(8) section 6 of the Coal Research Development
Act of 1960 (30 U.S.C. 666; 74 Stat. 337);

(9) section 4 of the Helium Act Amendments of
1960 (50 U.S.C. 167h; 74 Stat. 920);

(10) section 32 of the Arms Control and Disarma-
ment Act of 1961 (22 U.S.C. 2572; 75 Stat. 634);

(11) subsection (e) of section 302 of the Appala-
chian Regional Development Act of 1965 (40 U.S.C. App.
302(e); 79 Stat. 5);

{12} section 9 of the Federal Nonnuclear Energy
Research and Development Act of 1974 (42 U.S.C. 5901;
88 Stat. 1878);

(13} section 3(d) of the Consumer Product Safety

Act (15 U.S.C. 2054(d); 86 Stat. 1211);

(14) section 3 of the Act of April 5, 1944 (30
U.S.C. 323; 58 Stat. 191);

{15) section 8001(c)(3) of the Solid Waste Dis-
posal Act (42 U.S.C. 6981(c); 90 Stat. 2829);

(16) section 219 of the Foreign Assistance Act of
1961 (22 U.S.C. 2179; 83 Stat. 806);

{17) section 427(b) of the Federal Mine Health and
Safety Act of 1977 (30 U.5.C. 937(b); 86 Stat. 155);

(18) section 306{d) of the Surface Mining and
Reclamation Act of 1977 (30 U.S.C. 1226(d); 91 Stat. 455);

(19} section 21(d) of the Federal Fire Prevention
and Control Act of 1974 (15 U.S.C. 2218(d); 88 Stat.
1548);

(20) section 6(b) of the Solar Photovoltaic Energy
Research Development and Demonstration Act of 1978 (42
U.8.C. 5585(b); 92 Stat. 2516);

(21) section 12 of the Native Latex Commer cial-
ization and Economic Development Act of 1978 (7 U.S.C.
178(j); 92 Stat. 2533); and
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(22) section 408 of the Water Resources and
Development Act of 1978 (42 U.S.C. 7879;92 Stat. 1360).

The Act creating this chapter shall be construed to
take precedence over any future Act unless that Act specifi-
cally cites this Act and provides that it shall take prece-
dence over this Act. %

(b} Nothing in this chapter is mtenéled Lo alter the
effect of the laws cited in paragraph (a) oﬁ this section or
any other laws with respect to the d1spos1tlon of rights in
inventions made in the performance of funding agreements
with persons other than nonprofit organizations or small
business firms. i

(¢} Nothing in this chapter is inteng éd to limit the
authority of agencies to agree to the disposition of rights in
inventions made in the performance of work uunder funding
agreements with persons other than nonprofit crganizations
or small business firms in accordance with the Statement of
Government Patent Policy issued on Febr.iary 18, 1983,
agency regulations, or other applicable regulations or to
otherwise limit the authority of agencies to allow such per-
sons to retain ownership of inventions, except that all fund-
ing agreements, including those with other than small
business firms and nonprofit organizations, shall include

~ the requirements established in paragraph: 202(c}(4) and

section 203 of this title. Any disposition of rights in inven-
tions made in accordance with the Statement or implement-
ing regulations, including any disposition oécurring before
enactment of this section, are hereby authorized.

(d) Nothing in this chapter shall be construed to
require the disclosure of intelligence sources or methods or
to otherwise affect the authority granted to zhe Director of
Central Intelligence by statute or Execuuvq order for the
protection of intelligence sources or methods

{e) The provisions of the Stevenson—Wydler Tech-
nology Innovation Act of 1980 shall take précedence over
the provisions of this chapter to the extent : at they permit
or require a disposition of rights in subject inventions
which is inconsistent with this chapter. % _

{Added Dec. 12, 1980, Public Law 96-517, sec 6(a), 24 Stat.
3026.) .

(Subsection (¢) amended Nov. 8, 1984, Public Law 98-620,
sec. 501(13), 98 Stat. 3367.)

{Subsection (e} added Oct. 20, 1986, Public Liaw 99-502, sec.
9(c), 100 Stat. 1796.)

(Subsection (a)(4) amended July 5, 1994, Public Law 103-

272, sec. 5(j), 108 Stat. 1375))

(Subsection (e) amended Mar. 7, 1996, Public Law 104-113,
sec. 7, 110 Stat. 779.) .

35U.8.C.211 Relationship to antitrust laws.
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Yes, America Hasa ‘New Economy’: Technology

Federal Reserve Chairman Alan

Greenspan pgave unexpected support to
“New Economy"” theorists in a speech at _
the Gerald R. Ford Foundation in Grand

Rapids 13 days ago. Information {echnol-
- ogy, he said, “has begun to alter, funda-

mentally, the manner in which we do busi-

ness and create economic value.” By en-
abling businesses to remove “large swaths
of unnecessary inventory,” real-time infor-

Global View

By George Melloan

mation is aceelerating productivily growth
and raising living standards. This has con-
tributed to the “‘preatest prosperily the
. world has ever witnessed.”

That is bullish talk for a man better
known for chiding Wall Street for its “irra-
tional exuberance,” long before the Dow

soared above 11,000, There can be little-
doubt, however, that there is a new, tech- .

nology-hased economy roaring toward the
year 2000 and that Americans are ils pri-
mary driving foree. So it is fascinating to
contemplate what new technological mar-
vels we're likely to see in the 21st century,
Just as engaging is reflection on why it is

that the [J.5._ has hecome the fountainhead .

of creativily in science and engineering. A
lot of other nations would like to find the se-
cret and botile it.

© But [irst a ook at some of the hot tech-

nologies, some gleaned from & bibliography

prepared by the Organization for Economic
Cooperation and Deyelopment in Payis.

nieties that is peised to revolutionize health

Ters the potential for more precisely breed-

“eliminate the need for highway toll booths

Meanwhile, Rand Corp's Critical Tech- * val, Japan. But there is a lot more to-this
nologies Institute, surveying corporate ex- ggreat burst of creativity than just he
ecutives, forecasts that over the next 20
years “molecular medicine” will lead {o
powerful medications and therapies that
treat diseases at the genetic level. Therapy
will be applied at earlier stages of disease
and will be adapted to individual patients.
These more precise treatments will further -
advance life expectancies.

“The same deeper understanding of ge-

ant is the environment that Americans
have created--or perhaps preserved is a

wards creative effort.

The Bayh-Dole Act of 1980 allows recipi-
ents of government grants to retain title to
their inventions. Says a study on hasic re-
search by the Committee for Economic De-
velopment: “This law has stimulated in-
fense growth in university patenting and a
subsequent technology transfer from basic
research instifutions to industry. As a re-
sult, industry is inereasingly involved in
collaboration with, and sponsorship of,
university-based researchers.” For exam-

care and its attendant industries also of-

ing plants and animals,” says the Rand
survey. “Depending on consumer accep-
tance, by the early part of the next cen-
tury, much of the world’s produce may be
genetically engineered in some way.”
Materials technology is a wide-open
field, with possibilities for flexible glass
ol ceramics and, most fascinating, the
mairiage of biology and engineering to
preduce combinations of organic and in-
organic materials that are, in effect, self-.
assembling. Tiny sensors will someday

Genetics research will
revolutionize health care.

ple, the CED report notes that there are
1,000 companies in Massachusetts with re-
lationships with the Massachusetts Insti-
tute of Technology. Their worldwide sales
are $53 billion. “Similar developments
have taken place in California’s Silicon
Valley and the Research Triangle of North
Carolina.™
Buf many places elsewhere in the world
" are lacking one or more of the magic ingre-
dients that have made the' U.S. the great
dynamo of the technological revolution. No
country, for exampte, can match Amer-
ica’s vast network of colleges and universi-
ties, teaching hospitals and private-re-

and leguld[u automobile enpines, in hoth
cases saving enormous amounts of fuel.
Imaging technology is progressing to-
ward identifying tinier objects, advanc-
ing molecular medicine and genetic engi-
neering.

In tlanspm tation, look for the “hybnd
car” early in the 21st century, using fuel
cefls, an advanced electrical battery.
“Over the longer term, fuel cells, combined
with super-strong, ultra-light polymers or
ceramics, could provide true energy sav-

ings for the fransportation sector,” the  search institutions, notto mentionthe labs . . Therearelessonsinallthis. AlLINISNeW....c... .

OECD researchers expect [urther dramatic
advances in information technology, wilth
desktop computers heading onward and up-
wartd in menory and speed. Gene-replace-
metit therapy could be widesproad by 2025,
as the Human Genome Project wntocks Mur-
ther mysteries of the human hody.

of its multinational corporations. These
centers of research attract aspiring scien-
tists and engineers from all over the world
andd many find the intellectuad climate so
much {o their liking that they beltlt pernl-
nently in the U.5.

U.8. national laboratories, though sul-

I{and study says,

The reason the U.S, is leading the tech-
nological revolution is partly its great
wealth. Hs corporations, universities and
wtiona laboratories are the world's lead-
ing spenders on research and develop-
ment, with outlays double the nearest vi-

mount of money spent. Far more impor-.

better description—that fosters and re-

fering from the usual inefficiencies of tax-
supported institutions, nonetheless direct .
grants t¢ thousands of individuals who are -

pursuing promising lines of research. And

_the ease with which individuals can start -

businesses in the U.8., in sharp contrast to
Europe and Asia, means that good ideas
spawn new firms, which often grow large
and provide shelter and stimulation for
new generations bent on making their
marks in research and development.

But there is more to it than that. The
1.5, would never have arrived at this
stage without the changes in the public-
policy environment that have transpired
over the last 20 years. Ronald Reagan set
in motion a derepdatory and tax reform
process that has survived to this day. Ef-
forts by the Clintons fo nationalize the
health industry, which surely would have
stultified medical research, failed. So did
the effort of Vice President Al Gore to
whip up “environmental” hysteria and
thus expand the regulatory burden, which .
is.a particular curse for small start-up .
firms, at a fasterrate. |

Another Rand study comparing the U.S.
with the Buropean Union, Japan, China
and South Korea shows that the U.S. leads
in providing a climate of openness to for-
eign trade and investment. This helps
make the U.8. economy highly compeli-
tive. Competition stimulates innovation.

- That is reflected in Rand statistics show- -

ing that American industry sharply ex-
panded its employment of Ph.D. scientists
and engineers hetween the years 1973 and -~
1991, increasing its share, refitive to other
employers, 10 36% from 24%.

science didn't just happen. It had to be-in-
cubaded. If the U.8, ean preserve the envi-
voument el hatches inventions, it can
ook Torward with optimism Lo the 21st cen- -
tiury. Present evidence sugpests {hat the
215t may even outstrip the 20th as a cen-
tury of science,
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resolution of potential overlap of support. Over-
lap, whether scientific, budgetary, or commit-
ment of an individual's eflort greater than 100
percert, is notpermitied. The goalsin [dentifying
and eliminating overiap ars to ensure that suffl-
cient and appropriate levels of effort are commit-
ted 10 the project; that there is no duplication of
funding for scientific aims, spacific budgetary
itemns, or an individual's lgvel of efiort; and that
funds not otherwise necessary to the conduct of
the ;pprovad project are not included in the
award,

The principal investigator is responsible for be-
ing aware of any changes inthe other support of
key personnel and for notifying the appropriata
grants management office of such changes.
Updated information on other support may be
requasted at the time of award when there s a
substantlal amount o panding support, when
there has heegh & significant time lapse since the
time of application, orwhen potantial overiaphas
been identiflad.

Budgetary overlap cccurs when duplicate or
equivalent budgetary items (a.g., equipment,
salary) are requested in an application but are
already funded or provided for by another source.

Commitment overlap acours when any project
personnel hastime commitments exceading 100
percent. Thisis the casewhetheror notthe grant
includes salary support for ihe effort. Whiie
information on other s;ppurt is only requestad
for key personnel (excluding consultants), no
individuals on the prolect may have commit-
ments in excess of 100 parcent,

Scientific Overlap occurs when: (1) substan-
tially the same rosearch is proposed in more
than one application or is submitied to two or
more different funding sources for raviaw and
funding ¢onsideraiion; or (2) 4 specific research
objective and the research design for accom-
plishing that objective are the same or closely
related in two or mora applications or awards,
regardiess of the funding source.

2. Resalution 61 Qverlap

Although applicants are requested to identify
potential overlap, the actual resolution of sverlap

26
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occurs at the time of award In gonjunction with

lcantinstitution officials, including the pringi-
pal investigator, and awarding agency staff, Po-
tential overlap is to be addressed by the IRG only
by its klentification In an Administrative Note in |
the summary statement.

C. GRANT SOLICITATIONS

Specific program announcements (PAs) and |
requests for applications (RFAsg) arv:ublished f
In the Federal Ragisterand in the NIH Guids for

Grants and Contracis. The Guide also contains
vital information abiout policies and procedures
and is being transmitted electronicaliy to a num-
ber of institutions. To abtain the Gukie on a |
regular basls, see p. 3. Definitions regarding the |
usa of PAs and AFAs are as follows:

Program Announcement: A formal statement
about a new or ongoing extramural activity or
mechanism. [t may serve as a reminder of |
continuing interest in a research area, describe |
modification in an activity or mechanism, and/or |
invite applications for grant support. Most appll-
cations In response to PAs may be submitted for
au'l{l appropriate receipt date and are reviewed
with all other applications received at that tims.

Requast for Applications: A farmal statement

that invites grant or cocperative agreement ap- |
plications in a well-defined sclentific area to
accomplish specific program objectives. The
RFA indicates the estimated amount of funds set
aside for the competition, the estimated number

of awards tobe made, and the application recelpt |

date(s). Applications submitted in response to
an RFA usually are reviewed by an IRG con-
vaneRngy the awarding component that Issued
the . - .

D. START DATES

Awarding components may not always be able |
to honor the requested start date of an applica- |
tion. Therefore, applicants should make no
commitmeris or obligations until confirmation of
the start date by the awarding component.

E. INVENTIONS AND PATENTS

Reclpient arganizations must report invertions
promptly to the Extramural Inventions Reports:

TOTAL P, B2
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BROWDY anp NEIMARK, BL.LC.
' ATTORNEYS AT LAW
PATENT AND TRADEMARK CALISES

: SUITE 300 |
ALVIN BROWDY (I19i7-1998) TELECOPIER FACSIMILE
SHERIDAN NEIMARK - 624 NINTH STREET, N.W. . (202) 737-3528.
ROGER L. BROWDY WASHINGTON, D.C. 2000(-5303 (202) 393-1012
ANNE M. KORNBAU TELEPHONE (202)-628-5197 N
NORMAN J. LATKER ' ’ mail@browdyneimark.com

' September 15, 2000 e

PATENT AGENT

OF COUNSEL
IVER P. COOPER. S ALLEN C, YUN, PH.D.

Ms. Yvonne Wllllamson
4000 Rockville Pike
Bldg. 45, Room Z2AN-32
Bethesda, MD 20892

Dear Ms, Williamson:

I would appreciate receiving a copy of funded grant
U54GM62114 under the Freedom of Information Act as soon as it is
available in your records. If there is problem in obtaining this

grant please call at above telephone number.

Sincerely,

Norman J. Latker

SN{dr

F: \U:ser24\nj 1I\Williamscn.doc
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DEPARTMENT OF HEALTH, EDUCATION, AND WELFARE

Dr. Lowel¥ T. éérmiéon
Special Assistant to the HAR 1 4 19
Deputy Ass1stant Secretary for Health 75

Patent Branch Administration and Budget

As you requesied, we are pr0v1d1ng 1nformat1on on the funding and staffing
of the Patent Branch.

GENERAL BUDGEY

This office has an annua] budget of $30,000 for filing and prosecuting
domestic patent applications. Because 0? inflation, the cost of patent
prosecution has increased substant1a11y in recent years, whereas our |
budget has not been increased since 1969. As a result, for the past |
four or five years the Patent Branch has been running out of funds before
the end of the fiscal year, and each year the funds have become depleted
approximately a month earlier than the year befdre. Our FY 1975 funds; ran
out at the end of December. In order f0 continue operating, we have to
obtain additional funds from the Office of the Director of NIH. On |
occasion, the Office of the General Counsel has been able to provide some
supplemental funding., This year, as in a number of past years, NIH has
allocated $20,000 to sustain Patent Branch Operat1ons. However, based
upon estimates from our contract attorneys for ongoing work, and upon*
bills for work already performed, but which have not been pa1d, it is;
estimated that the supplemental funds from NIH will be exhausted by the
end of the third quarter. At that time we will either have to obtain
additional funds from NIH or cease prosecuting patent applications.

—

i
i
i

PATENT, PROSECUTION IN GENERAL

The Patent Branch recejves approximately 300 invention reports per year.
These are carefully evaluated according to estsbY4shed and time-consuming
procedures in order to determine the scientific importance, novelty and
potential use of the invention by the Government and/or the public. |

As a result of this screening procedure and the high standard applied,
patent applications are filed by the Department on only 15¢ of the |
inventions reported. The only way we can reduce costs is to cut doqn _
on the number of patent applications filed each year. 1In order to gperate
within our present budget, we would have to reduce the number of patent
applications filed by about 50%. We feel that such an economy move |
would be unwise, since patent protection is often a critical element in
technology transfer and failure to patent could deprive the public of

the benefits of the best of Government-sponsored research results. |-

[

DATE

|
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FOREIGNEILING

Until about 1970 the Patent Branch budget was sufficient to cover the
1 cost of patefiting one or two inventionsper year in foreign countries.
The inventions selected were those which appeared to be of great

3 scientific importance and great foreign commercial potential so that
F anticipated royalties would exceed the foreign patent prosecution and
: maintenance costs. For the past five years we have had no funds available
for foreign patenting., Accordingly, when an invention report is received
which meets the foredoing criteria, it is necessary for us to solicit !
funds for foreign patenting from the Institute that funded the research
or from NTIS of the Department of Cormerce, which recently advised that
funds for foreign patenting would be available in selected circumstances.’
At the present time, we are prosecuting foreign patent applications on
several inventions which are being paid for by one of the National
Institutes of Health. These costs are substantial, since it costs
approximately $800 to file a patent application in a non-English speaking
country. In some cases we have, at the request of the Institute, filed
156-20 foreign patent applications on a single invention. (The cost |
of these filings was wore than half our present annual budget.} Each |
Institute handles the funding of for&ign patent applications differenyly,
which s confusing and leads to errors and de1ays in paying our fore1gn
associates. |

TRADEMARKS o S ]

In recent years the National Institutes of Health and other organizations
within DHEW have developed programs which provide services to the public
which the program wishes to publicize. In some cases the programs h%
adopted names or logos which are utilized to advertise the avaiiabil;ty
of the services and to facilitate public identification of the services
- . with the program. As 2z result we have been receiving an increasing ﬁumber
i of inguiries from programs who wish to protect their names and logos |
and to prevént unauthorized use by others. In order to obtain maximum
Tegal protection for these marks, we have filed appiications for trademark
registration on approximately 20 marks in the past five years, including
two trademark applications filed on the name "WOrid Health Organization“
and the initials "WHO". Since we have no funds allocated for trademark
prosecution, the programs requesting trademark protection have had to
fund these costs. Here again, coordinating payments from mulitiple sources
has besn {nefficient and a substantial burden on Patent Branch staff. -

TRAVEL

'"”E : The Patent Branch has no funds of its own for travel, and travel money
5 has been available from OGC only on a very limited basis. During the

. F U ” |E OFFICE SURNAME DATE | OFFICE SURNAME DATE _§ OFFICE |  SURNAME DATE
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past three years the Department Patent Counse] has received requests
to address groups and to participate in seminars and meetings involving |
intellectual property, technology transfer, patent licensing and other |
matters directly related to the Department's mission. During this perwod
Patent Branch personnel attended 8 such meetings. 0GC paid for the travel

costs in one case, but in the other 7 cases the travel costs were paid for

by NIH or the organization extending the invitation. HNone of these meetings
was for a professional legal organization such as the Federal Bar Associ@tion,
which would further or enhance the staff's expertise or professional competence.
A1l were meetings which involved such things as dispesition of grant- and
contract-generated inventions, Department Patent Regulations and procedures,
and the developmént and licensing of Department-owned inventions which §
directly affact the Department and its-relationship with grantees, contvactors,
patent licensees and the public. We have already received invitations So
participate in meetings to be held in FY 71976, at Tesst two of which we,
consider important and should be attended by Patent Branch personnel.

QFFICE SUPPLIES AND EQUIPMENT

The Patent Branch has no separate funds for office supplies and equipmeht
and reljes on the 0GC to provide these items. However, DRG has providéﬁ
us with routine office supplies. The rental on a Ty-Data automatic type-
writer, which is imperative to our operation becaase of our large volume
. of roufine correspondence, is paid for by NIH, and most of the other §
typewriters in the office belong to NIH. The Xerox machines which we E
use and which are also imperative to our operation belong to NIH. ;
{
;

LEGAL LIBRARY AND SUBSCRIPTIONS

£

Another item of vital importance to Patent Branch operation in subscriptions
to technical gournals and publications, including subscriptions to the

U.S. Patent Quarterly, the 0fficial Gazette of the Patent Office and ghe
PAtent, Trademark and Copyright Journal. These subscriptions are thef
responsibility of 0GC. In recent years, Patent Branch subscriptions |

have been allowed to expire, 1nc1ud1ng our subscription to the Manuaig

of Patent Examining Procedure which is kept up to date by periddic chanaes
which refiect changes in the patent laws and in Patent Office procedures

and policies. This publication is an absolutely essential part of a |
practicing patent attorney's library. OQur subscription €o this service
‘expired three years ago, and we have been unable to have it reinstated.
As a result -odr Manual is out of date and pert1nent sections must be}
verified from an outside source,

l } ” [ [ l 5 OFFICE SURNAME DATE OFFICE SURNAME DATE OFFICE SURNAME DATE
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will bring you up to date.

. Branchip since all the levels above the Branch in-ibe 0GCzre only
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STAFFING

I am attaching a July 20, 1973, memo from Mr. Hiller to the Executive
Assistant, 0GC, covering the area of staffing. I am making no
recommendations in regard to staffing, at this time,and believe

Mr. Hiller's memo (the substance of which ®as generated by our staff)

SUMMARY

In summary, the Patent Branch presently must obtain funding from multiple
sources in order to carry out its program functions. uhile these sources
have been most generous in the past in meeting our needs, Patent Branch
vesponsibilities and functions have increased to the point where it can
no longer operate effectively and efficiently under the present mu1t1p]e
funding arrangements.. The Office of the General Counsel is apparent131
unable to adequately fund all Patent Branch operations. Accordingly, |
it appears appropriate and efficient for the Department to consider §
funding the Patent Branch from a single source other than 0GC. A 1ogic51 ¥
source for such funding would be the 0ffice of the Director of NIH siqce -
I8 is already providing supplemental funding and support at a higher! X
fevel than that provided by 0GC, or, alternatively, the Office of the;
Assistant Secregary for Health, who is ultimately responsibie for Patent
Program functions for the entive Department. Preliminary oral discus@jons
with appropriate 0D officials indicate ihat they would be receptive to

-working out an interim arrangement to fund the Patent Branch for FY 1976

Attached is a proposed FY 1976 budget which we believe to be an accurate
estimate of what Batent Branch operating expenses will be during that}
period. As to the not yet formulated 1977 budget, we hope that our |
funding needs mijht be included in either the ASH or OD budget, whichever

is considered most feasible. _ ]

We believe this recommendation to be consistent with the organization
vesponsibiTity of the Patent Branch since the #Afent Branch 1s unique
to the entire O0GC in that the branch has definite program responsibi*i*jes
as well as legal advisory ones. The program responsibilies assigned
under Chapter 1-901 "Department Patent Activities”, copy attached, greatly
outweigh in time and importance the legal advisory responsibilities.:
The program responsibilities must be performed in order that the Assistant

Secretary and the operating agencies may meet their policy responsibiltities

under Chapter 1-901. The definite tilt toward the program responsibilitles
which the Patent Branch must perform, in our view, may create reiucﬁance

on the part of 0GC to furnish optimum staffing and funding of the

peripherally exposed to the program aspects of the Branch.
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We do not fault this peripheral exposure since we believe it parallels _
the relationship of other programs in the Department to the 0GC. But E
to the extent the 0GC controls our funding, it has been detrimental 1
to the program. 3

Even if the funding situation can be resolved as we request, it should
‘be noted we are still Teft with a serious shortfall in staff that cannot

__be made up by increased funding alone.

.Further,since it is the office of the Assistant Pecretary which must
concur in the most important end-products generated by the Pédfent Branch
(as prescithed by Chapter 14901.), it appears that that office would be
in the best position to make an objective evaluation of our staffing needs;

Norman J. Latker

Enclosures

Cey s, Kkt L ol s

TGFerris:NJLatker:EJB: cam
" DHEW/0S/GCB  3/14/75
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PROPOSED PATENT BRANCH BUDGET FOR FY 1976

DOMESTIC PATENT PROSECUTION

35 new cases per year @ $800.00
100 Patent Office Actioms pexr year @ $200 /it Caf
Interference Pxroceedings, Appeals’ (Includes extra $10,000)
*Patent Office Deposit Account (Issue Fees, Licenses for
Foreign Filing, Petitions, etc.)
]

FOREIGN PATENT PROSECUTION

5 cases per year: 2 countries @ $300
: 6 countries @ 800

32 Amendments and other official responses @ $200
Maintenance Fees

TRADEMARK PRRSECUTION .-

4 Applications at $250
TRAVEL

OFFICE SUPPLIES AND EQUIPMENT RENTALS

Office Supplies
Rentals (Ty-Data, Xerox)
Equipment replacement and Misc.

OF Pie 11/ 000 estimatesd
:2%{!21 g(gha 200 (5 léuf4{7e #th/ rad The_
06 C cy%fchQQ;}LJJéadﬂ :

-

" 18,000

£28,000
20,000

5000

71,000

$27,000

6,400

1,000

$34,400

r

$ 1,000

$ 1,000

$ 500
3,600

1,000
$ 5,100

$71,000

$34,400
$ 1,000

$ 1,000

$ 111,600

$5,100

e



| ‘OFFICE OF THE DIRECTOR,
CONTRACT POLICY and ADMINISTRATION

Tax Day + 1

Merho for_: Mrs.Spector/ Col. Guent'he'r' |

Re Executive Order involving the retention of rlghts in
Technical Data by Contractors where the government .
has pald the development costs

Ah there is bad news todayl

Apparently, we were successful in convincing people that
: 1 the OIRA technical data policy statement was not the way
S togoonlyto %am OFPP as the arbiter of what such a

’ : policy should o :

One good point, perhaps, is that we can put this effort
into the DARC/CAAC process where it should be and hope
that they wi ble to reach a consensus on what such a
key in this effort will be to mute the
DoC who was the ghost writer of
RApotiTy. We must also ensure that the license is
not constrained as was the one in the OFPP pohcy NASA
Bob Kempf shou[d support that effort.

%hwt |






