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Norman Latker
williamy@nigms.nih,gov
Thu, Oct 26, 2000 2:44 PM
FOI Case No, 25880

From:
To:
Date:
Subject:
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Public Health ~ervice

I
NationallnstitJtes of Health
Nationallnstit~teof
General Medical Sciences
Bethesda, MartJand 20892-6200

http://www .nig~s.nih.gov

I

RE: FOI Case No. 25880
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1~lt OCT252000 11"11
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Sincerely, . ..... f-, • '.'.. '.". .' . ..;(}';(£ i )
.~y~

lorineG.Willia~ .....< I

Freedomof Information Coordinator
The National Institute of GeneralMedicalSciences

\j.l~\ \\Cl.fY''( e \'\; T'S ,
y\'~h '~t:N

DEPARTMENT OF HEALTH &. HUMAN SERVICES

Dear Mr. Latker:

Norman Latker
Browdy and Neimark, P.L.L.C.
Attorneys at Law
Patent and Trademark Causes
624 Ninth Street, N.W.
Washington, D. C. 20001-5303

October 23, 2000

I
!

This acknowledges your September 15, 2000 Freedom ofInformation Act request. Yo~
requested a copy of grant, U54 GM62 114-01, "Alliance for Cellular Signaling-Phase 11\"
awarded to Alfred G. Gilman, M.D. by the National Institute of General Medical I
Sciences of the National Institutes ofHealth.. I
We will send you all material consistent with the exemptions recognized by the Freedo~
of Information Act. It is Department of Health and Human Services policy to expunge I
social security numbers, EIN numbers, birth dates, percentage of effort, institutional basf
salary, source of private support, pending support, and any patenatable material wherever

r
they appear throughout the grant material. The priority score, direct costs recommende1,
evaluation, opinion, and information pertaining to the budget recommendation are also I
expunged from the summary statements. If you feel that this information should not be I
excluded from the material, please advise me and I will consult with the NIH Freedom qf
Information Officer. I

,
We are asking the grantee to advise this office if release of the material you requested!
will adversely affect any patent rights or reveal other confidential commercial or financirl
information. Subsequent to receipt of such advice this office will make a decision I
regarding releasability. We will do everything possible to comply with your request in a
timely manner. Please feel free to call me on (301) 594-5135 for additional informationl
or to inquire about the status of your request. I

I
In accordance with the Freedom of Information Act and Department of Health and I
Human servic.es Re.gulations charges for duplication, search time, review time and edit II'.

will be made if applicable. •.
- --- ----_. - -- ---------------

q

45 Center Drive, MSC 6200, Bethesda, MD 20892-6200
Room 2AN.32,Phone: (301)594-5135, (Fax): (301) 480-1969
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UTANELSEN is directorof
the Technology Lic.nsing Offic.
of the Massachusetts Institure of
T.chnology, where she has been
since 1986.

THE RIsE OF:tNTELLECTUAl
PROPERTY PROTECTION IN
THE AMERICAN UNIVERSITY

150YWlS • 1848·'998

'6'608 263 1064

II
AMElllCAN
AsSOCIATION FOilTHE
ADVANCEMENT Of

. SCIENCE

mercia! licensee must devote substantial tin
and moneyto atlempt to develop the technol
gy, with no guarantee !hal it wtllbe successf
Exclusive licenses arean inducement and rewa
for a company willing to step forward and ti
such a risk--knowlng that: if itsucceeds in t1
development. the exclusive license will prate
it from morerisk-averse competitors.

Now almost all research universities in cl
Unitod Scate< have technology licensing oper
dons. The number of U.S. patents granted
American universities in a yearrosefrom abo
300 in 1980 to almost 20c0 in 1995. Asurvey
univmitYlicensing aaivitiesdocuments5396
ceases granted byuniver.;ities beeween 1991 ar
1995: More than 250 new companies we
formeddireetly through universtrv licenses
199~d a totalofmorethan 1900oarnpan
since the inception of the Bavh-Dole Act
1980. Hundreds of products are already on t

market mat were developed under licenses-ranging from n
vaccines [0 computer security systems. electronic music chi
chemotherapeutic agents, and low·,<Jilution industrial burners.

The direce economic impace of technology licensingon t
universities themselves has been relatlvelv small (a surprise
many who believed that royaltiescouldcompensate fordecl
ing federal supportofresearch). Althougha veryfew, and hi,
ly visible, "blockbuster" inventions such 'as the Cohen-Be,
gene-splicing patent fromStanfordUniversity and me Unlver
ty ofCalifornia. the fax patent ownedbyIowaStale, and the c
plarin patentsof MichiganState University have made tens
millions (or universities, meet university licensing offices bar
break even. In contrast, the impact of university technok

, rransfer on the local and national economies has been subsu
tial, and leads to the conclusion that the Bavh-Dcle Act is c
of the reese successful pieces of economic: developmentand jc
creationlegislation in recenthistory. It I.",been estimated' ti
more than 200,000 jobshave been createdin the United S"
in product development and manufactuting of products fr,
university licenses, with the number increasing fuirly rapidly
the licenses mature.

These results of university licensing have been noted w
great interestby local communities, state.legislatures, the l
Congress, and many policy-make" abroad. Locally, some u
vcrsities have noted a lessening (and even "sweetening") of '
"town/gown" conflict, 3S citiessuchasCambridge sec new o:
paniesand jobsspringing up out of the universities in their cc
munities. State governments are settit'lg aside moneys spectft
Iy to fund technology tIansfer offices and new-company tncu
tor; in their universities. The phrase "Bavh-Dole'' is heard
qucntly in Japan and Gctmany as their educational minisr
seek to emulatethe U,S. university technology transfersvste

·0. E,Mass'og, Sd., AlITM Uceoslng Sunmy. FY199H91!S. F.....II>.t $U'- In<h<slrialsupport ofunWersity ",welt. Parallel with the de
!MySummary(AsSOCIation of Ul'Il',lerslty lechnology Managers, Norwalk, CT, f" . ' . .' , ,
1996), p.58. fL. Pressman, S. K. Guterm~fl. I. Abl'ams, O. E. Geist. oprnento,th<::ufnvc::rsttyinfmsttuetufcforproteenooandhc(
L Nelsen,J. Assoc.Tsc1lnol. MafUlgsr$ 7, 49 (1995). ing of intellectual property 'has5?me an increased interest ir-

SCIENCE • VOL. 279 • 6 MARCH 1998 • www-sciencemag.org

Tile au1MrIs at \'he Massachusetts Institute of Technology, f'lve CambrIdge
Center.KendallSquare,Cafnbrldge, MA02142~1493, USA.

Intellectual property 5CaI'C.ly existed in the
vocabularies of u.s. academic researchers and
administrators even 15years ago. Now it isan
ever-present parr of discuSSions on research
policies and directions. This new importance
of intellectualproperty in academia reflecrs a
changing viewof <he relationships of research
universities to the surrounding soctetv, \Jmil
recently, research at universities has been rel
atiVelY isolated from demands of economic
utility,and educationofgnlduate ,tudents has
emphasized a career in academic research as
the final goal. The univ,.rsity', ccneentment
with this relativeisolationwas affected bytwo
major event> ofthe late 1980sand early1990.;
the full of the Berlin wan;Teading 10 an ex
peered decrease in military fuhding of re
search, and the emphasis on balancing the
federal budget-s-both producing a fearofade
dine in federal funding of university research,
The reactionon the part of the university has been to emphasize
the benefit> of taxpayer funding ofresearch and toseekincreased
research supportfrom industry. lntellecrualproperty plays an im
portant p.rt in both of these .fforts.

The im{xu:t of rhe Bayh-Dcle amendment. Economic develop
ment <hrough exploltatlonof intellectualproperty isnow wide
ly touted as one of the majorbenefitsof federally sponsored re
search.This effect was givena majorboostby the passage of the
Bayh-Dole Act (PublicLaw96-517), implemented in 1980.Th~
primaryintent of this law was to foster<he growthof reehnolo
gy-based smallbusinesses by allowing them to own the paten
that aroseout of federally sponsored research.

Universities and other nonprofitrecipientsof federal funding
were included in the definition of I($\"('l.aU entities" benefiting
from the Bayh-Dole Act, largely as an .fterthought. Under the
Bavh-Dole Act, the universities themselves would not develop
the patented technologies, but would license the patents to in
dustry. A provisionof ,h. lawallowed <he universities '0 retain
royalties fromsuch licensing and specified that a fraction of the
royalties wouldbesharedaspersonal incometo <he inventors. By
law, the university's share of the royalties must be plowed back
into its research and educationalactivities.

A key aspectof university licensing of their inventions under
Bayh.Dole was <he gtantingof exclusivitY. Howcould the federal
govemmentjustify allowing a single company to begiventhe ad
vantege of intellectual property developed under taxpayer fund
ing? The universities pointed out that; exclusive licenses were im
perative forthe developmenr ofearly-stage technology. The com-
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search pattne!"hips between industry and untversities-c-frorn between engineering and business schools, many~' which
bothpartnmpniversiti~seeindusttiCll.supportaspotentialte~ stress moving technology "from the laboratory to me pro-
placementfor~nds CUt byrhe federal government, Industry has ductton floor}'
many reasons for increased interest: Technology isdeveloping Tk fUl""': tm1ds «nd p.obicms. University management of in-
rootapidly forr-housedevelopm<:ntro be sufficient; central re- tellectual property is .rill young, and borh policy-make" and
search laboratories with cutting-edge sclendsrs were closed technology transferoffi= are learning by doing. Most policies
down in the c!foonian down.slzing of the late 1980s and early have been formed ad hoc, with modi6Cltions made as problems
1!J9Qs, andc0l\'lpanies are reluctantto rebuild them:universities arise. Yet the field is beginning to mature. Certaln norms have
have special~ fuel!ities and staff that cannot readily be ob- arisen and some issues, such as takingof equity in start-upcom-
tained elsewh1re; and companies can experiment with new paniesas a form of. royalties, were initially highly controversial,
technologies "'(d approaches at universities withoutcommitting but have become accepted as experience is gained and the pre-
to hiring pem$nently the expertise that will be needed to de- dieteddisasters have been largely avertedthtoughthoughtful for-
velopthese tedmologies.. marionand enforcementofpolicies, With maturity, however, are

lntellectu.l!property terms have become virally important. comingnewproblems andchallenges, asthereisan inherentcon-
The company Fants to be assured that it can use cite result> of Ilictbetween free dissemination ofknowledge (widely accepted as
the research-1nd that these results will not be available to the university'. primary mission), industry need. forccnfldential-
their competitors, But most universities insist that disseraina- ityand controlof intellectual property, and the university's obli-
[ion of reseatcl\ result> iskeyto their identity and mission and gation to protect and foster the development r:l it> intellectual
willnot agree to keep the projectresults secret.The key to re- propenyin the causeof public economicdevelopment,
solvingthisdi~mma Isto grant paten", The univmitywill pub- Although the past 10 vears have shown that effective com-
fish thc resulr.s,rut willfiritagree to flle parentsthat will protect promises can be wrought between these competing objectives,
the company's exclusivity in the commercial marketplace. new situationsshow that these compromises maynot be suflt-

The eriticaljfactor in makingthi. ac- cient, Examples include:
commodationI. work is an efficient. "TH is NEW • Resmcced .vailability or delays in ex-
knowledgeable technology transfer pre- . change of "research tools" (such as vee-
cess at the university. The negotiators IMPORTANCE 0 F rors or transgenic mice) in biological re-

must be savvy/about both technology INTEl LECTUAL PROPERTY search.
and business, a~le to understand the In- ' - • "Inappropriate" granting of exclusive
dustrial partneq. needs and to c",ft rea- IN ACA0 EM JA RE FLECTS licenses (suchasthe licensing ofrecepror
sonable inrelle4tual property terms thot . "targets" for high.throughput drug
meet those n~s while preserving the A CHANGING VIEW OF screening) wherewide avatlabillty mighr
rights, polic~es,rnd freedom of.action of THE RELAT ION SHIPS better fosrer developmen,: ..
the un,verslry.l These untverstty tech- ~ Newforms ofcollaboration with indus-
nology transfer~rofessionals arepartofa 0 F RES EARC H try that do not lend themselves to the
newand.urptislnglycreativeprofession, U N IV ERS ITI ES TO "sponsored reseat<:h~' m~e.L Forexample.

Imj>/l!:I on s~. An unpredicred . should the university Insist on ownmg
effect of the Uiereasing interest in ex- THE SURROUNO JNG the intellectual property when a compa-
ploitationof university Intellectual prep- "nysponsors a design competition in an
eny has been that on students and the SOCIETY. . undergraduate design c1ass forideas to irn-
educauonalp~ess. Contrarv toexpec-. prove rhe company's camera? Or how
rarloos that parentingandtechnology transfer mightsomehow shouldthe uniYel'Sity treat collaborative project> where the stu-
shutout studenlsfrom £.,11 participation in the research process, dent spends halfof his or her timeas an intern in the company'.
the effect has icltead been to motivatestudentsand to increase laboratory, and halfin the university lab?
their awarenC:SSlof the potential commercial utility of their re- • Trading-ofTofbenefltsto the university mayconflict with the
searchfinding5.f. . expectations of the researchers. A recent suit against the Uni-

Many engineering, design, and business development versity ofCalifomia (Singer v. The; Regents of theUnivc:n;icy of
courses now in~lude at lease one session on patenting and California), forexample, alleged that the university gaveoverly
technology trar{sfer. Product development courses, previously favorable licensing terms to a company in return for sponsored
unknown, are nbw popular ineventhe most sclence-based.en-. research funds, depriving the inventors of substantial potential
gineeringschools. The biggest impact of universlrv technolo- royalties.
gytransferon ~dents comesfromthe success ofStart-up com- • Tenure evaluations. Junio, faculty members worry about
panies based ot} university licenses. The process tends to be whether participation in technology transfer lsgood or bad for
very visible on "ampus, providing role models for many StU- their tenureprospects, Some areconcernedthat anysuch acev-
dents. At the ¥assachusetts Institute of Technology, for ex- trieswillleadto the assumption that their academic pursuit> are
ample, the ann~al student business plan contest elicits 75 to not primary in their minds.Others assume that licenses are crir-
100 entries. a Il\rge fraction of whichare based on plans that leal tothetenure cornrnitteedecidingthat theresearcher's tech-
the students fuJiy intend to tum into businesses. Of the six oologyis ",imponant"

~ semifinalists eac~ year I more thanhalfachieveventure capital Policy fiats. changes in the law, or even attempts to catego-
2 'inancing, and many who do not make the semifinals never- rlze wpescftatellecruaipropenyand the "appropriate" handling
~ thelessgo on tolformsuccessful companies. . of them areverylikelydoomed to have overlybroad effeCts with
~ Entrepreneurship courses and entrepreneurship tracks in harmful, unintended consequences. The answer at the present
: MBAprogra~lare now: among the most popular offerings in time seems robe to handle situations onacase-by-case basis, bot
~ business>ehool$,. and an mcreaslnglv large numberof gradu- under a ptOC<SS ofcontinualdedicationwithin the university to
§ ates are seeking!employment in venture capital or in start-up "do the right thing"---and a continuing searchto discover what
,j companies.A 'flativcly new trend is that ofjoint program. the "rightthing" is.

n.'. "',',L·"·,, ",n" ',.", ,."" ~"",._~...,.....,,~~=,b.c+r..=,=
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1t!1MH Technology Transfer Ontee Staff:
ITTO Director (& TDC): Kathleen M. Conn

ITechnolollYTl'llDSfer Specialist: SuzQDne L. Winfield .
TechnolollY Development AdlnlnlstJ'ative Speelallst: JoyceL. Williams

Iphone: (301) 496-8828 FAX: (301) 480·1384
MallingAddress: Bulldine 10,Room4N222

lNIMH Technology Transfer Office Web Site:
Ihttp://intramuraI.nlmlLDlh.gov/techtran
or you may access our website through the NIMH Home page (click on the
iIntramural Research Program)

IYoll may also wish to l'eview the infCJrmation CJn theNIH Office of Technology Transfer Web
, t
~ te: www.n;h.gp./od1QlV
I
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j
!Theprimary mission of theNm is to acquire new knowledge through theconduct and support of
Ibiomedical research to improve thehealth of the American people. In pursuing thismission,
INm scientists oftendiscover newlechnologies. The process of sharing these new technologies
Iwith otherorganizations andthe public is called technology transfer. Although notall inclusive,
Ithe sharing of new research materials with colleagues, the pursuit ofcollaborative relationShips
Iwithoutside entities, and the awarding of intellectual property rights tocommercial entities for
development andcommercialization, areall considered technology transfer activities,

Cooperative Research and Development Agreements (CRADAs) CRADAs area
mechanism used by Nm scientists to collaborate withotherorganizations outside of Nm.
CRADAs allow theexchange of resources inclUding materials, personnel, andequipment
among theparties andmay confer intellectual property rights. Additionally, funds canbe
transferred to, butnot from, theNlli laboratorylbranch to assist in carrying out the
project. Since CRADAs involve important legal andethical constraints onthe scientist
andthe research project, there is a fonnal clearance process for allNm CRADAs. A
scientist contemplating the useof a CRADA should contact theirIe TDC.

Inventions Inventions arise from new discoveries including, butnot limited to, vaccines,
diagnostics, devices, compounds, research tools, compositions of matter, or anynew and
useful improvements on existing technologies. Inventions made by Federal employees

V0/~'d 9088 08v ,0£
i

<lSO-SW8IN vc:50 000C-Ec-Nnr



Summary of Tell::hqoh:>gy Transfer Responsibilities
,For thEl NIH Scientist

j
I
I
I

I
II Attached Isa Technology Transfer handout that will provide to you some bUlc
,information about the NIH scientist's responsibilities in the area of Inventions,material
jtransfers,Cooperative R&D Agreemenls (CRADAs) and otherrelated topics. Also

I•included Isthe NIMH Technology Transifer Office's web site address and information on
,how to directly contact the NIMH Technology Transfer Office.

J

I
1

IIhave reeeivedtheh'andout ontheteohnologytransfer responsibilities of an NIH
jsclentlstand I am aware o,f who should be contacted for advice in these matters.

1
~ignature OllIe
I
!
:Printed Name

~1
I

90£8 081' ,0£
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andpersons u/ldel' certain othertypes ofappointments belongto the Federal
Government and,as nquired by 45CFR 7.1, must bereported byusing the PHS
Employee Invention Report (EIR) FOl'm PHS 6364.

Patents NIHmayseeka patent on a reported invention when it is necessary to facilitate
and attract investment by commercial partners for further research and commercial
development of the technology.

Dates arecritical in patentlaw because disclosures suchas posters, abstracts, talks,public
databases or published manuscripts madepriorto filing a patentapplication withthe
appropriate patent offices mayeliminate NIH's ability to obtaincomprehensive patent
protection on an invention. Ifyou believe you IUlve II newUzvenm'll, it is imporfflnt to
contact your Ie TOC who may suggest tlUlt youflle an Employee Invention Report
(BIR)as soonas possible. 1/an invention exists, there is no reasolll to waituntil
preparation 0/a scientific popel' or scheduling 01(1.n oral/posterpresentation belore(1.n
BIR is filed.

5::50 000e-Sc-Nnr~o-swmN

Licences A license is a mechanism usedby NIHto award NIH intellectual property
rights to a commercial entity. NIHmayseek to licensea new technology reported byan
employee whether or not that technology is patented. NIHseeks to ensure the
development of technologies.and the availability of research tools to advance further
scientific discovery through theuse of various types of licenses.

Royalty DisttJDutillD NIHprovides financial incentives to inventors from royalty
income received underlicenses to their inventions. NIHinventors sharethe first $2.000
of royalty income received under a license anda percentage thereafter up to a maximum
of $1SO,OOO in royalty income per inventor per year. The remaining income is returned to
theIe for use as prescribed by law.

I
I

I ConfidentilllitJ( This is an important issue in technology transfer since theseactivities
involve considerable interaction with theprivate sector. Collaborative agreements,
patents, and licenses all require somedegree of confidentiality, whichmust be carefully
considered andbalanced. to ensure a thriving scientifIC enterprise. Confidentiai
Disclosure Agreements (CDAs). signed by ICs andotherorganizations, are one

I mechanism which allows signatories to freely exchange information that couldbe
1 beneficial to the scientific, andpublichealth mission of the NIHyet insure that
I information is notmade available to the public priorto official disclosure.
1I Ethics As stewards of the public trust, Federal employees must always be aware of
I practicing ethical behavior. This is particularly important for NIH scientists participating
,• in technology transfer activities. N.lH scientists mustbe vigilant in ensuring that theyare
, not usingpublicresources for private andpersonal gain. NIH scientists should consult
I theirIC '!'DCand/orEthicsOfficerwhen contemplating technology transfer activities.
ITo learn moreaboutl0ul' rights and rll8ponslbillttes regarding tllchnologl transfer, consult
yourInstitute's Technology Transler Ojffcel

I
I

V0/S"d 9058 08v ,02



Home: (301) 951-0375
Office: (202) 628-5197

5112 Edgemoor Lane
Bethesda, MD 20814

NORMAN J. LATKER

. I
Norman J. Latker
Page 1 I
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TITLE:

EDUCATION:

EXPERIENCE:

BROWDY AND NEIMARK 1990 to Present

I
!
I
I
I

!
Post graduate courses in electronics, advanced chemistry, biochemistry, amd
medicinal chemistry. I

Judge Advocate General's Procurement Law School, University of Virginia,11961.

I
I

Managing Attomey I
Responsible for the management of BROWDY AND NEIMARK, a 35 persfn law
firm specializing since 1952 in intellectual property law including patents, !
trademarks, trade secrets, copyrights, unfair competition, and related licensing
and litigation. I

1

BROWDY AND NEIMARK is particularly noted for its involvement with the !life
sciences, including molecular biology, microbiology, immunology, pharmacplogy,
and biomedical engineering. In addition to managing the firm, also pursues the
prosecution of patent applications and license agreements for the firm. I

B.S. Civil Engineering, 1953 from the University of Illinois
J.D., 1956 from the University of Illinois (U. of I.)
L.L.D., Honorary Doctor of Laws, 1985 from the U. of I.

Managing Attomey
Browdy and Neimark



Vice President, Legal and Technology Affairs, University Sciences and
Engineering Technology (USET)

Patent Counsel, Office of the Director

National Institutes of Health, 1963 - 1965

I
l
I
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I
MAXWELL COMMUNICATIONS CORPORATION, 1987 to 1989 I.

I
I

Responsible for identification of acquisition candidates for new Maxwell i
technology management corporation (USET) and design and developrnentlof an
on-line technology database for commercial sale. I

DEPARTMENT OF COMMERCE, 1982 to 1988 I
f

Director, Office of Federal Technology Management, Office of ProductiVity.!
Technology andInnovation!

Responsible for the identification of problems that would affect the licensint and
utilization of technology resulting from Federally-funded research. Governlrent-
wide administrative, legislative or regulatory positions developed and I
implemented. I
SMALL BUSINESS ADMINISTRATION, 1980 to 1982 I

Assistant Chief Counsel for Patents and Research and Development
I
!

Responsible forthe resolution of intellectual property, and research and I
development problems that affect small business through administrative, I
legislative or regulatory recommendations. (On loan to Office of Federal I
Procurement Policy, OMS to develop OMS Circular A-124.) i

DEPARTMENT OF HEALTH, EDUCATION AND WELFARE I
!

Department Patent Counsel, Office of General Counsel 'I.

1965 - 1980 i

i
Responsible for administration of the Department's technology licensing arid
patent program including legal and administrative services relating to pate~ts,
inventions, copyrights and licensing of intellectual property resulting from t~e
Department's multi-billion dollar research program. I

I

I
t

I
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\1980 to 1982-Developed the'implementinq regulations for the BayhtDole

~
t (OMB Circular A-124). \ !

\ . .

19 ~-Assisted the Senate Small Business Committee in the conceJ.tion of
the Small Business Innovation Development Act of 1982 (P.L. 97-2Ql7).

\ \ s

Develo~~dthe President's Patent Poliby Memorandum of 1983 Whifh
expanded ontractor ownership pOlicies~ those not covered by th~ Bayh-

Dole Act. . \

1984-Architect o~P.L. ,98-620, which ext.end\and improves the cOlir'ept ot
the Bayh-Dole Act \ ••

19~4 to 1987-Deve~ed the implementing regu.l\ions for P.L. 98-6~·•. 0 (37
C.R;R, 401). . I !
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I
Patent Examiner. U.S. Patent and Trademark Office. I
Responsible for examining patent applications for inventions in the bUildind arts.

I
Civil Engineer, Illinois State Highway Department I

t
Responsible for inspection of bridges and highways for code compliance. I

MAJOR PROFESSIONAL ACCOMPLISHMENTS: I
o 1969 to 197.5~DeYeloped and implemented the Institutional Patent I

Agreement Policy and Regulations for Department of Health, Educatlon
land Welfare (DHEW). These served as precursor to the Bayh-DolelAct
which established university technology management programs. II'

~ \ ..

Aided universities and other DHEW contractors in the delivery of over 75
health-related inventions td the marketplace and the licensing of m~ny
other inventions. ' 'I

I

1963 to 1978-Managed the DHEW patent portfolio and technology I
licensing program. . I

I
Architect of ij1e Bayh-Dole Act, the University and Small Business l1atent
Act of 1980 (P.L. 96-517), which built on DHEW experience and I .
established a nati0f).aLp?licy of small business and university owne~ship of

i technology resulting from federal research.
\ -,
\
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o 1982 to 1987-Designed and assisted in creating the "Office of Federkl
Technology Management" in the Department of Commerce. ··1

I

o Architect of the Federal Laboratory Technology Transfer Act of 19861 P.L.
99-502, which extends the concepts of decentralized technology ,I
management of the Bayh-Dole Act to inventions made at Federally' !
managed laboratories. I

o 1987-Assisted in development of Executive Order 12591 "Facilitating
Access to Science and Technology." I

I
SPECIAL AWARDS: !

Presidential Citation I
}
!

For development of patent section of the Nonnuclear Energy Research anq
Development Act, 1974. I

1
Small Business Administration I

I
Outstanding Performance Citation, 1980

I
Department of Commerce !

I
Secretarial Citation for development of President Reagan's February 18, 1Q83
memorandum on Government Patent Policy ,I
Outstanding Performance Citations, 1984, 1985, 1986 and 1987 I

I
1983 Department Silver Medal for "contribution leading to new products, iniJustries
and jobs through the commercialization of Federally funded technologies." I

I
1987 Department Bronze Medal for "passage of the Federal Technology T~ansfer

Act of 1986." I
~

University of Illinois .1

Chi Epsilon, National Civil Engineering Society for high Scholastic Achievertnent

Honorary Doctor of Laws, 1985 for "commitment and dedication to improvi~9 the
national environment for research (which has) led to a national technology alliance
involvlnq the Federal government, universities, and private industry." (COp~
Attached) I

I
I
I
I
I
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f

Association of University Technology Adminstrators (AUTM) I
I

1983, "The Birch Award" for "unselfish commitment to establish and preserVe the
values of the technology transfer process." I

1
The Association of Federal Technology Transfer Executives (AFT2E) I
July 13,1994, "Vannevar Bush Award" for "outstanding contribution to the Lnited
States of America for creating the model for successful public and private I
technology partnership." I

I
Guest Lecturer, 1980 to 1987, George Washington University I
Procurement Law - "Technology Transfer and Government I
Intellectual Property Policy" !

I
INTERAGENCY EXECUTIVE AND LEGISLATIVE COMMITTEE AND COMMissioN
SERVICE: I

~:~~~~~~~he~0~~;e;:a~s1e~~~te~~~~~~.ragency Committee to ,mPlemenl the

Chairman, Subcommittee on University Patent Policy of the Federal Coundil for
Science, Engineering and Technology, 1971 to 1978. i

I
}

Vice-Chairman, Subcommittee on Intellectual Property of the Federal Courjcil for
Science, Engineering and Technology, 1974 to1978.1

Technical Advisor on Intellectual Property and Research and Developmentlto
Subcommittee on the Constitution of Senate Judiciary, 1976 to 1980.1

I
House Committee on Science and Technology's Workshop on Aid to the I
Handicapped, 1980 (recommendations resulted in Orphan Drug Act). I

DHEW Interagency Committee on Significant Drugs with Little commerciallvalue,
1978 (Recommendations lead to Orphan Drug Act). I

I

Draftsman for the Patent Task Force for the Commission on Government I
Procurement, 1971. I

I
i
i

I
ul



Interagency Drafting Committee for Development of the
Federal Property Management Regulations on Licensing of
Government-Owned Inventions, 1980 to 1982.

I
I
t
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I

Interagency Drafting Committee for Development of Standard
Patent Rights Clauses for use in the Federal Procurement
Regulations, 1971 to 1986.

PROFESSIONAL SOCIETIES:

American Bar Association
Federal Bar Association
American Intellectual Property Law Association
Licensing Executive Society
Assoclatlonof University Technology Managers (AUTM)
Maryland Patent Law Association

BAR MEMBERSHIP:

Illinois, District of Columbia, U.S. Patent Office and
United States Supreme Court

PUBLICATIONS, PRESENTATIONS, AND TESTIMONY:

"Washington in Review", Presentation to Society of University Patent
Administrators, February, 1988.

~

"Commercializing the Results of Federal Research and I
Development", Testimony before the Senate Judiciary II'

Committee, February, 1987. I

"Public Law 98-620 Regulations", Presentation to Society of University patlnt
Administrators, June, 1986. I

!
"Transfer of Technology Resulting from Government Funded i
Research", Presentation to Licensing Executive Society, May, 1986. I

I
"Small Business Innovation Research Program", Testimony before U.S. House of

1

Representatives Committee on Small Business, May, 1986. I.
"Federal Initiatives for Innovatio~," Presentation to American Intellectual,P~operty

Law Association, May, 1984. !

I
I
I
I_l n



"The Philosophy of Different Policies on Disposing of
Government Funded Inventions", Presentation to Government
Patent Lawyers Association, April, 1979.

-- ~.~_.~~~~_.

"The Ramifications of the Small Business and University
Patent Procedures Act", Presentation to the 2nd Annual
TechEx World Fair, March, 1979.
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1

"Technology Management", Presentation to Aerospace Industries Associatipn of
America, April, 1983. I

"Current Status of Legislation Affecting the Licensing of Technology", presJntation
to Licensing Executive society, October, 1980. I

t

I
t
I
I

I
"The Impact of Laws and Regulations on the Innovation i
Process", Presentation to Society of University Patent I.

Administrators, February, 1977. I

"Current Government Patent Policy as Applicable to I
Universities and Nonprofit Organization", Presentation to I
American Patent Law Association, January, 1976. ,

"The Protection of Intellectual Property Under the Fourth Exemption of the I
Freedom of Information Act", Presentation to Academy of Pharmaceutical I
Sciences, November, 1975. \

"Current Trends in Technology Transfer", Presentation to I
Third Annual University/Industry Forum Technology Exchange,l
February, 1975. .1

"Universities Opportunities and Responsibilities", I
Presentation to Conference on Technology Transfer, Case I
Western University, October,1974'1

"Science Policy Implications of DNA Recombinant Molecule Research", Te§timony
before U.S. House of Representatives committee on Science and Technoldgy,
May, 1977. !

I

"Government Patent Policy", Testimony before U.S. House of Representativ

i
l. es

Committee on Science and Technology, September, 1976. •l .
- I

"Utilization of Government-Owned Health and Welfare i
Inventions", Journal of the Patent Office Society, November, 1965. I

I
I
I
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PERSONAL:

Married to Carole H. Latker, Ph.D., Health Scientist Administrator, National
Institutes of Health

Two Children:
Miriam E. Sell, M.D.
Richard E. Latker, Business Editor, Healthcare Publication, The

Economist, Intelligence Unit, London, England
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Citation of

NORMAN J. LATKER

for the .,

HONORARY DEGREE OF DOCTOR OF LAWS

UNIVUSITY 0' IlliHOIS. MAY !9. IfU

Norman J. Latker, Director of the Office of Federal Technology Management Policy, U.S. Department of Commerce.
Govemment administrator and public servant, your commitment and dedication to improving the national environment
for research has led to a national technology alliance involving the federal government, universities, and private industry.
You haveworked tirelessly in various capacities as a respected public servant to institute change and improvement in U.S.
patent laws. You prudently recognizcd the need for a better system of administration to enhance transfer of important
inventions and research from universities to the private sector for commercial development. Your efforts for significant
change in national policy for the betterment of the nation have.earned you the widespread respect of your colleagues in
the legal and academic communities. The University of Illinois isglad to join research institutions throughout the world
which have recognized you as a leader in patent law and technology transfer. On recommendation of the Senate of the
Urbana-Champaign campus, I present you to the President of the University for the honorary degree of Doctor of Laws.

, '
I

Presentation by: Peter He Hay, Dean 0/ the College of Law, University of Illinois ati Urbana-Champaign



J

"

.:~-'~~'

Wednesday
March 18, 1987

\

Zlt2- ---
:lh ~-

817&

e~
~{~

Part II

Department of
Commerce
Offlce of the Assistant Secretary for
Productivity, Technology and Innovation

37 CFR Part 401
Rights to Inventions Made by Nonprofit
Organizations and Small Business FIrms;
Final Rule
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accomplllying the notice of proposed
rulemal<ing.

Additionally. to comply fullywilla
sectionZ06 ofTitle 35U.S.C" t!Ht
Department publishedin the Federel
Register (51 FR 25508J on July t4. 1988. a
final interimrule and requested
comments by September12.1911ll.

Copies of all comments receiveel ......
made available for public inspectiOll in
the Department's CentralRefe~
Records Inspection Facility(CRRIF};.
Room 8628 in the HooverBuildinlr.

Informatian about the avaiiabifilJ of
these records for inspectionma, be
obtained from Mrs.Hedy Wal.... at
(202) 377-3271.

Treatment of SubstantativeCOl1!lMll"
on Interim Final Rule.

A numberof commenta fromeillht [I)
different sourceswere received on d.
interimfinal rule in response to the T1IIy
14. 1986 notice.

The Department of Energy (DOll)
submittedfive comments on theinlllriD
final rule. All of the commentswere
found to have merit and have beeIi
incorporetedin the final rule as follows;

DOE's first comment relates to.
suggesled clarificationin the di8cusaion
portion of the interimfinal rule relalilll
to 1401.3(a) (2). DOE'sconcern ia thaI
the discussion suggests that the right of
the government to declare exceptional
circumstance for national security
reasona is limited to "some limited
situations" and that application of thia
section is thereforelimited to situations
where the inventionreport is daujfjed.
DOEcorrectly points out that tbis i. not
consistent with the actual languageof
tberegulation. We agree that thaworda
"some limitedsituations" should not
have been incIuded in the discusaiOll
portionof the [uly14.t988 notice.

DOE's second comment states that tb.a
reference in the discussion portion of tha
interimfinal rule. in 1401.14(bl to
nuclear"weapons programsis
inaCf:Ulata. We agree that the word
nuclear should not have been included
in the discussionof 1 401.14(b).

DOE's third comment suggests that
§ 401.3(c) be revised to be consisteDI
with 1401.14(b). which permits DOEto
draft a substitute clause. Wa alINe and
have included the words. "or subati.tute
thereto" arter the reference to
1401.14(b) in 1401.3(c).

Another DOE commentsuggeats thet
1401.13(cJ (2) goes beyond the sirQi/ar
provisionof OMB CircularA-t24 by
appearing 10 precludeconfidential
disclosure of patent applications 0'
information which is pert of a patMll
application obtained under the c;lauaa 10
other agenciea or contractors of
government agencies. We have clarified

DEPARTMENT OF COMMERCE

Offlce 01 1M Au/ttant 8ecnJtary lOf
Productlvfty, T~hn%gy IIld
Innoyatlon

37 CFR part 401

(Ooc~.t No. 41271-71lO6J

Rlghta to InYentlona Made by
NonprolltOrganlzatlona and Small
Buslne.. Firms

AGENCY: Assistant Secretary for
Productivity. Technology and
Innovation.
ACTlOfl: Finalrule.

SUMMARY: Public Law_20 amended
Chapter 18ofTitle 35.United States
Code.dealing with patent rights In
inventionsmade with Federal funding
by nonprofitorganizationsand small
business firms. It .also reassigned
responsibilityfor the promulgation of
regulations implementing 35U.s.C.'202
through 204 and the establishment of
standard funding agreementprovisions
from the Office of Mangement and
Budget (OMB) to the Secretary of
Commerce. This rule makes final the
interimfinal rule published in the
FederalRegisteron /uly14. 1986. and
incorporatesminorchanges a. a result
of comments received on the interim
final rule.
EFFECTIYE OoliTE: April 17.1987.
FOil FUIlTHEIlINFOIlIIATlONCOIlTAC1:
Mr. NormsnLatker. Director. Federal
Technology ManagementPolicy
Division. Office of Productivity.
Technology and Innovation.U.S.
Departmentof Commerce. Room4837.
Washington. DC20230. Phone:202-371-

. 0659.

SUPPUlMENTAIlY INFOIlMATION:

Background
Public Law98-620 amended Chapter

18of Title35.United Stat.. Code.and
assigned regulatory authority to the
Secretary of Commerce. The Secretary
has delegated his authority under 35
U.S.C. 206 to the Assistant Secretary for
Productivity. Technology and
Innovation. Section Z06 of Title 35U.S.C.
requires that the regulations and the
standard funding agreement be subject
to publiccomment before their Iasuance.
Accordingly, on April 4. 1985. the
Assistant Secretary published a notice
of proposed rulemaking in the f'ederal
Register (SO FR 13524) for public

I
comment. s noted at that time. the

'. regulation close XJ!l..!g,wI oMS Circular
A-1M_W.i~l!!i~gulation replaced.
arrferences between the proposed rule

. and the Circularwere highlighted in
. SupplementaryInformation

this by adding the fOllowins\additional
tanguage to the end of 1401.~3(c) (2):

This prohibition does not ext~nd to
disclosure to other government ,sencies or
cantractors of government agenfies under an
ebhgaucn to maintain ,uch in(ormationin
COllfidence. t

DOE also suggests that 14/>1.13(c)(3)·.
is unIlllcessary in view of 1 '\.01.13(c)(1J.
HOW1l'ler. DOEsuggests tha~if it is
retained. 1401.13(c)(3J shaull!be limited
to the same time period as 1(401.13(C)(l).
We agree but have made no phange
because the languageof 1401.13 (c) (3)
already refers back to and i~corporates
the 1401,13(c)(3) already refl'rs back to
and incllrporates the 1401.13(b)(1)
limitaliGn. '

DOE also states that in 1 ';01.15. first
..ntence, third word from th~ last word.
"ef" shouldbe "or". We agr~e and have
made this change. I

Finally. DOE suggeststhat!1401.15(b)
should have the fcllcwing fi~e words
added at the end: "Unless it ~as been
licensed," We agree and hav,e included
tIlesefivewords at the end lif
t 401.15(b). !

Another person submittedlsix
comments which have been !teated as
fallows: !

The first commentsuggesl~ thst a
slatement be added to 1401.)I(C) as
follows: "the Departmentof ,,"ergy may
only exercise the exception,t 1401.3(a)
(4) willi regard to inventionslat the
facility that are made directly, and
primarilywith fundsprovide,d by either
the Department's naval nuclear
propulsionor nuclear weap""s related
programs," This comment was not
accepted since the statute deles not use

.' these terms. Further. all detetminations

.. made under section 401(a)(4Jby DOE
are subject to review by the Repartment
of Commerce under 1401.14\1) and each
determination will be examined to
esure compliancewith the law.

The second comment points out that
in order to make a determination under
1401.3(aJ (4). an agency mua,t findone of
the conditions set out in § 4O;1.3(a) (lJ.

. (2)or (3~ We disagree with tpis
interpretation as § 401.3(a) (tJ is
independent of 1401.3(a) (1)1 (2) and (3).

A third commentsuggests\that
consideration should be give/,to adding
language to 1 401.5(g) requiring the
contractor to return a si8nifi~ant or a
major portion of incometo tJ1e facility at
wbich the invention was made.This
issue was disposed of in the,arlier
interimfinal rule notice of July 14. 1986.
an page 25509 under the discussionof
1401.5(0.The matter of roy~lty disposal
ia one that is best left to negQtiations
between the interested parti's.

I
I
f

I.....- ....._.__.• --_..~---
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The fourth comment relste. to lhe
language in t 401.5[g) regarding the
physical location of contractor
employeas responsible for licensing of
facility inventions. The comment
suggests that 401.5(g)e~pressly slate
that contracton be obligeted to
maintain personnel responsible for
licensing at the faCility. However.
another person requested that the
subsection not be interpreted stricliy to
require that such a person be phy.ically
located at the facilily. Section
202[c)[7)(C) of Pub. I.~O indicates
that ltcensing be done at the facility, "to
the extent it provide. the most effective
technology transfer .; .", We believe this
language precludes arbitrarily requiring
that licensing personnel be locaied at
the facility.

A fifth comment recommended
requiring DOE funding agreements to
conform 10 the language prescribed by
§ 401.14(b)(2) when the exception at
§ 401.3(a)(4) i. used. Thi. was not
accepted, Although we have. in fact.
permitted DOE to use a substitute clause
for that set out in § 401.14(bJ(2), we will
be reviewing all agency regulations
including DOE's to ensure compliance
with the law and regulations. including
all substitute clauses contained in
agency regulations.

The final comment of this second
person is that we modify the statement
in t 401.15(a) that"witbin 90 days after
receiving .. ," to read: Within 90 days
after receiving a request and .upporting
infonnation or sooner if a otatutory bar
to patenting is imminent. the agency
shall either make a determination or
inform the contractor of why a
determination has not yet been made
and when one can reasonably be
expected:' This comment was not
accepted. At this time. this is a matter
best left to the parties to determine on a
case-by-case basis.

A number of comments were also
received regarding a typographical error
in the "Background" section on page
25510 of the july H. 1986 Fedaral
Register notice. The word "not" waa
inadvertently left out of the last
sentence of the first paraljfapb
discussing t 401.7. The sentence should
have read as follows: "this change has
been made because small business
preference is not intended to inhibit
industrial support of university
research."

Two comments were received that
relate to the exceptions to be made for
handling of invenlions if they are under
research at a government-owned,
contractcr-cpereted faCility (COCO):

The first comment reiates 10 Ibe
requiremenl in t 401.5[g) that specifies

that income be used lorpurposes
"consistent with 'research and
development mfssion and objectives of
the facility." The commenter suwetsit
would be preferable that a university be
able to direct the net royslty income to
the most promisins research needs.
which may not nec..sarily be consistent
with the objectiveolthe COCO facility.
We cannot accept" this suggestion since
the lar.guage in the regulation is based
on the statule-Pub. L. 9~20.

The second comment goes on to state
that I 401.5(g) further specifies thatll a
licensing program is auccesaful, then
above a cerIa in point. 75 percent is to be
paid 10 lhe U.S. Treasury. The
suggestion is that Ihis reduces the
incentive to be successful; and
recommends the deletion of Ihis
requirement. Again. we cannot accept
this suggestion since the regulatory
language herein is based on the
statute-s-Pub. I. 9~20.

A third comment referencee Ibe
special clause entitled, "patent rights to
nonprofit DOE facility operations," The
comment states that this clause remove.
a subject invention funded by the nanl
nuclear propulsion or weapons related
programs of DOE from the normal
presumption of rights to the contractor,
and requires the petitioning process that
was in effect before the enactment of
Pub. I. 96-517. The concern is that if
these programs are exempted, then there
may be additional propoaals to delete
other programs from the full operations
of Pub. L. 96-517. The comment then
concludes by recommending thst this
special clause not be implemented. We
cannot accept this recommendation
since the statute, Pub. I. 9~zo. gives
DOE the discretionary authority to use
this for its naval nuclear propulsion or
weapons related programs.

Another comment received relates to
t 401.14[c)[I), which calls for disclosure
by a contractor to the contracling
government ageney of each "subject
invention .. .' within two month. of
the time it is disclosed by the inventor in
writing. The commenter complain. that
two months is "too harsh,' We do nol
accept this comment for two reasons. (1)
The statute. Pub. I. 9H20. uses the
words "reasonable time" and we think
two months is reasonable: and (2)
t 401.14[c)[4) allows extension. of time
at the discretion of the agency.

One person asked for ljfSater
guidance on whether contractor funding
of individual scientists at different
universities is an educational award
WIthin 35 U.S.C; 212 and. iho. what
rights such awardees should have. We
have not acted on this comment since

we do not believe any bontractor has the
authority to use fundi,' for the
educational awards co·. ered by 35
U.S.C.212.

A comment was submitted that
relates to the discussiop in the July 14.
1986 notice of t 401.13[\». The concern Is
that the discussion maY, be
misinlerpreted to impiyithat agencies
may not apply the provjsion. of Pub. I.
9~20 retroactively. Tlli. point is weU
laken. It wa. our intentlin the July 14,
1986 diaeuselonof t 401.13[b) to note
only that the Departme~t of Commerce
has no authority under the law to
require agencies to w8ite lhe cap on the
tenn of an exclusiveJicens-e in a patent
clause that predates en~ctmentof Pnb.
I. 98-6ZO. There is no q~estion that the
agencies themselves have authority
under the law to waive bchcap and tha
regulations in fact urge ~em to do so
absent a substantive reason to do
otherwise. !

Another person reque'rted that the
Department of Commerce set a time for
issuance of draft supplelnentary
regulations relating to foreign filing
deadUnes at t 401.14(c)(3).As wa
preViously indicated in the interim final
rule notice on July 14, 1986, we are
considering this matter.jrherefore, we
see no reason at this tinle to sel a
deadline. I

FinaUy, pursuant to "!tQiJe.ts by two
periOna. we hive IncJlIdPd iruhi. final
nOtice.~fo~,!l!1!.~..' ance in
§ 401.1(s) to tJl~jgjl.!l.ll.~J!e~
siilltlar to t6at included m OMB Circula.'
A-l'Zr.'l'\'(li1\asOeenaone to ensure

-t1aRtyaiid continuity b<Itween OMB
Circular A-124 and the.. final
regulations with regard t'o policy... ' I
RulemokiOll Requlrema1ta

As stated in the propored notice and
the inlerim final rule, thir regulation is
not a major rule as defin!od in ~ecutive

Order 12291. and it addslno paperwork
burdens. In fact, it reduces certain
paperwork requirements10f the
regulations it replaces. &d. 8S
discussed in connection ~ith the
proposed rule and the interim final rule,
the General Counsel of the Departmenl
of Commerce bas cartlfi~d to the Small
Busines. Administralionlthal this rule
will not have a substantipl economic
impact on a subatantial1umber of small
entities. f

Uilt of SubJecta In 37 CFJ!. Ch. IV

Inventions, Pateltt., N~DProflt
organization•• Small Bus!.ness firm••
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(c) The "march-in" end appeals

procedures in n401.6 and 401.~1 shall
apply to any march-in or appea'!
proceeding under a funding agr~ement
subject to Chapter 18 01 Title 3~. U.S.C.,
initiated after the effective date of this
part even if the funding agreement was
executed prior to that dale. !

(d) Al the request of the conttactor. a
funding agreement for the oper~tion of a
government-owned facility wh(ch is in
effect on the effective date of t~is part
shall be promptly amended to include
the provisions required by 11401.3(a)
unless the agency detennines that one of
the exceptions at 35 U.S.C. 202\a)(i)
through [iv] § 401.3(a)(8) through (iv) 01
this part) is applicable and will be
applied. If the exception at 1401.3{a)(ivj
is determined to be applicablel the
funding agreement will be prOl!'ptly
amended to include the provisions
required by § 401.3(c). I

(e) This regulation supersedts OMB
.Circular A-124 and shall take!
precedence over any regulations dealing
with ownership of inventions ,pade by
small businesses and nonprofil
organizations which are incon~istent
with it. This regulation will beifollowed
by all agencies pending amen<jment of
agency regulations 10conformtto this
part and amended Chapter 16:bfTitle 35.
Only deviations requeated by 10
contractor and not inconsistentwith
Chapter ta of Title 35.United Slates
Code. may be made wilhout approval of
the Secretary. Modifications or tailcring
of clauses as authorized by § 101.5 or
§401.3. when alternative provtsions are
used under § 401.3(a)(1) through (4). are
not considered deviationsreqpiring the
Secretary's approval. Three copies of
proposed and final agency reg.,lalions
supplementing this part shall r.e
submitted to the Secretary at he office
set out in § 401.16 for approva for
consistency with this part befbre they
are submitted to the Office ofl
Management and Budget(01<\B1 for
review under Executive Order 12291 or.
if no submission is required td be made
to OMB. before their submission to the
Faderal Ragistar lor publtcatten,

t
(I) In the event an agency has

outstanding prime funding aBteements
that do not contain patent flolv-down
provisions consistent with thIS parlor
earlier Office of Federel Procurement
Policy regulations (OMB CircWarA-124
or OMBBulletin81-22). the agency shall
take appropriate aclion to ensure that
small business firms or nonplofit
organizations thatare subcoritractors
under any such agreements a;nd thaI
received their subcontracts after July 1.
1981. receive rights in, their s~bjecl

I
I
I
I
I
L ~

project which. although closely related.
falls outside the planned and committed
activities of a government-funded
project and does not diminish or diatract
from the performance of such activtties,
inventions made in performance of the
non-government sponsored project
would not besubject 10 the conditions of
these regulattons. An example of such
related but separate projects would be a
government sponsored project having
research objectives 10expand scientific
understanding in a field and a closely
related industry sponsored projecl
having 89 ils objectives the application
of such new knowledge to develop
usable new technology. The tima
relationship in conducting the two
projects and the use of new fundamental
knowledge Irom one in the performance
of theotherare not important
detenninants since most inventionsrest
on a knowledge base built up by.
numerous independent research e,fforls .
extending over many years. Should auch
an invention be claimed by tha
performingorganization to be the
product of non-govemment spcnscred
research and be challenged by the
sponsoring agency as being reporlable
to the government as a "subject
invention". the challenge is appealable
as described in 1401.11(d).

• ~"''tZl''Alflilvention which is mada
outside of Ihe research activities of a
governmenl-funded projecl ia not ,
viewed as a "subject invention" since it
cannol be shown 10have been
"conceived or first actually reduced to
practice" in performance of the project.
An obvious example of this isa
situation where an instrument
purchaaed with government funds is
later used, withoul inlerference with Or
cosl to the governmenl-funded proje~l.

in making an invention all expenses of
which involve only non-government
fundk_,
~ispart inplements 35 U.S.C.202

through 204and is applicabla to aU
Federal agencies. It applies to all
funding agreements with small business
firms and nonprofit organizations
executed after the effective date of this
part. except for a funding agreement
made primarily for educational
purpose•. Certain sections also ,provide
SUidance for the administration of
funding agreements whichpredate the
effective date of thia part, In accordance
with 35U.S.C. 21Z. no scholarship.
fellowship. training grant. or other .
funding agreement made by a Federal
agency primarily to an awardea for
educational purposes will contain any
provision giving the Federal agency any
rights to inventions made by the
awardee.

PART401-RIGHTS TO INVENTIONS
MADE BYNONPROFIT
ORGANIZATIONS ANDSMALL
BUSINESS FIRMS UNDER
GOVERNMENT GRANTS, CONTRACTS,
AND COOPERATIVE AGREEMENTS

Date:March 11.1987.
. O. SNCO MOlriIIeicl.
AssistantSecretaryfor Productivity.
Technology andInnovation.

Accordingly. Part 401of Chapter IV of
Title 37. the Code of Federal Resulations
is revised to read 8S follows:

see,
401.1 Scope.
401.2 Definitions.
401.3 Use of the Standard Clauses at

§ 401.14.
401.4 Contractor appeal. of exceptions.
401.5 Modification and tailoring of clauses.
401.8 Exercise of march-inrights.
401.7 Small business preference.
401.8 Reporting on utilization of subject

inventions.
401.9 Retention of rights by contractor

employee inventor.
401.10 Government assignment to

contractor of rights in inventionof
government employee.

401.11 Appeale.
401.1Z Licensins 01 background patentrights

to third partie..
401.13 Admiriistration of patentrightl

clause•.
401.14 Standard patent right. clause•.
401.15 Deferred detennination•.
401.18 Submission. andinquiries.

Authority: 35U.S.C. 206and thedelegation
of authority by theSecretary of Commerce to
the Assistant Secretary for Productivity.
Technology and Innovation at Sec. 3(gl 01
00010-1.

-~-/ (a) Traditionally there have been no

1
0nditions imposed by the govemmenl

on research Performers 'l'hile using
/ private lacilities which would preclude
l hem from accepting research funding
! I' from other sources to expand. to aid in
i completing or to conduct separate
! j investigations closely related to
!I research activities sponaored by the
i, \. government. Notwithstanding the nght
i of research organizations to accept
! I supplemental funding from other sources
':) for the purpose of expediting or more
" comprehensively accomplishing tha
! research objectives of tha governmenl

sponsored project. it is clear that the
ownership provisions of these
regulations would remain applicable in
any invention "conceivedor first

.actually reduced 10practice in
performance" of the project. Separale
accounting for the two funds used to
support the projecl in this case is not a

I determining factor.
! ('1) To the extent that a non-I government sponsor estsblished a

\ f. 1/
r
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inventions that are consistent with
Chapter 18 and this part

(g) This part is not intended to apply
to arrangement. under which nonprofit
organizations, small busin.s. firm.. or
others are allowed to use government
owned research facilities and normal
technical essistance provided to usera 01
tho.e facilitie., wh.tber on a
reimbursable or nonrelmburaeble baw,
This part ia also nOI intended to apply to
arrengements under which spon.ors
reimburse the govemment or facility
contractor for the contractor .mployee'.
tim. in performing work for the sponsor.
Such arrangements are. not considered
"funding agreements'' a. defined at 35
U.S.C. 201(h) end 1401.2(a) of this part.

§401.2~
A. used in this pen-
(a) The term "funding agreem.nt"

means any contract. grant. or
cooperative agreement entered. into
between any Federal agency, oth.r than
the TeMell.. VaUey Authority, and
any contractor for the performance of
experimentat developmental, or
research work funded in whole or in
part by the Federal govemmenL This
term alsomcludea any a.aignm.nt.
substitution of parties, or .ubcontract of
any type entered into for the
p.rformance of experimentat
developmemal. or ret.arch work under
a funding agreement sa defin.d in the
firsl s.ntence 01this paragraph.

(h) The term "contractor" meane any
perscn, small bumeo. firm or nonprofil
organization which is a party 10a
funding agreement.

(c) The t.nn. "invennon'' mean. any
Invention or discovery which 11 or may

.be patentable or oth.rwise proteclable
under Title 35 of the United State. Code.
or any novel variety of plant which is or
may be protectable under the Planl
Vari.ty Protection Act (7 U.s.c. Z321 et
seq.).

(dJ Th. term "subject invention"
m.an. any invention of a contractor
conc.ived or first actually reduced to
practic. in the p.rformance of work
under a funding agI88ffien~ provided
that in the cas. of a variety of plant. the
date of det.rmination (a. defined in
.ection 41(d) of the Plant Variety
Protection Act. 7 U.S.c. 2401(d)) mUll
also occur during the period of contract
perfonnance.

(eJ Th.tenn "practlealepp!lcatlon"
means to manufacture in the cue of a
compoaitiOll of producl, to practice In
the cue of a process or method. or to
operste In the ceae of a machine or
.y.tem: and, in each caoe, under .uch
conditione sa to establlah that tha
mv.ntian i. being utilized and that it.
ben.fi t. are, to the extent p.rmitted by

law or governm.nt regulatJone,
available to the public onrea8Ollabl.
tenn ••

(f) The term "made" when U8.d in
relation to any Invention mean. the
conceptioa or flrst actual redeetion to
practice of such Invention,

(g)The term "small busln... firm"
means a small business concem as
defined at section 2 of Pub, L 8$-538 (15
U.S.C.632) and implementing
regulation. of tha ",dministralor of the
Small Busin... Administration. Par the
purpose of thi. part, the .iZe .tandards
for small busine•• concerna involved in
government procurement and
subcontracting at13 CFR121.5 will be
used,

(h) Th. term "nonprofilorganizatlon"
meane universities and othu lnetitutlona
of higher education or an organizailon of
the type deecribed In section 501(c)(3) of
the Intemal a.venua Code of 1864(26
U.S.c. 501(c) and .xemptfrom taxatltaa
undar .ection 501(a) of thelnlerD8l
a.venue Code (26 U.s.c. 501(8))OU", .
nonprofil scientlflc or aduealiODal
organization quaJifled undu a .tate .
nonprofil organization aletuta. .

(i) The term "Chaptu 18" me....
Cbapter 18 of Title 35 of theUni"
State. Code.

mThe term "Secretary" meUll the
Secretary of Commerce or hieor h.
desipe.

§40U U"oflllaSlalldarll~.
§401.14.

(a) l!ach fundingagreement awarded
to a smaU businell firm or IIOIlPfOflt
organization (eJU:8Pl tho.. IIIbjaclto 35
U.S.c. 2U) .haU contain thecia....
fOllDd iD t 40U4{a) with .1Icb
modificatiOlll and tailorinl"
authorized or required..where iDuu.
part. Howll\'8f, 8 fund!nl8gI88mant ma,
contain altemetive provieiou-

(1) When the cOntraclorII nollocated
in tha Unit.d Statee or don nol have •
place of buai.nea located In the United
States or II subjeclto the control of.
fore;p govemllllD~or .

(2JIn exceptional cl=matance. whlll
it 11 d.tarmi.ned by the agency thRt
r••trictiOll or eliminatian of the right to
retaiD title to any .ubject invention wiU
b.tt.r promote thepolicy 8D!I objectiv.
of Chaptar 18 of Tille 35 of theUnltec\
Stat.. Code: or

(3) When ill. deten1!lnedby •
government authority whlcIt is
authorized by statula or .xecuti.. ord8I'
to conduct foreigJIlntelllgence or
counterintalilgenca actiYitiealhat lhe
restriction or elimination of the righl to
retatn tiUeto any subject Invention.'"
n.c....ry to protect the .BC1U'Ily to euch
8ctivitiea; or

T
(4J When the fundinglagreamenl

include. the operetion ~f the
governmenr-ewned, contractor-opented
facility of the Departm~nt of llnergy
primarily dedicated to that Dep1UUnent'.
naval nuclear propulsion or weapone
related program. and allfundlns
agreem.ntlimitatlon. under this
subparagraph on the contractor's righlto
elect title to a subject irtY8ntionant
limited to Invention.oc~ under the
above two peogralllt. .1

(b) When an asency ~xercitee the
exceptlont al t 401.3(aJI2) or (3), It .hall
us. the standard clau..1aI1401.14(a)
with oniy such modiflce~on.a. are
neceteary to addret. the .xceptional
circumstances or concer'P. which led to
the us. of tha .xception.!Por example. if
the !u.tIflcation relat.. to a plUllculu
fi.ld of.u... or market. th'e ch.ue mighl
be modifiedalong linea 'Imilu to thoee
d..cribed In t 401.14{b).\1n any ev.nt.
the clauae .hould proY!~e the CODtractOl'
with an opportunity to receive greeter
righllin acoordance with theprocedure1l
at 1401.111. When an egolncy juetlflee
and .xen:iaee the 8llCOp~onet .
t 401.3(a)(2) end_ anjaltemetlve
~.Ion In tlte fondlns weemelll 011
the baai. of national secluity. the
provieloll.haIl provide theCOR_
with the rlghllo elect cm!nerahlp to any
InventiOll made \II\der eu\:h fundIns
agreemenl a. provided !ly the Standard
Patent RIghtsC1auaa fouild at t 401.14{e)
if the invention Ie not cl~edby tlte
agency within .Ix month. of the deta-It
is reported In theagencyl or within the
same time per10cl theDeJ!artmen1 01
llnet'8Y doe. not, aa eulh9rised by
regulation. law at' I!xecutive Order o'
impleffien!lnl regulalkm~ tlterela.
prolribilunauthorised dileeminalioll 01
the invenlloo. Contrecte (n eupport of
DOE'. naval nucl... propnJeIon progralll
are exempted from this pjn'egraph.

(c) When lhlt Departm<l,nl of l!nergy
.xerci.e. the exception a, t 401.3(a){4).
it shall Ole thec1eu" ~,.,nbedat
1 401,14(b)or substitut. thereto wl1lI
such modification and taqortng ae
authorized or required el..where ill thia

~) When a fundIns a~ment
Involve. a .eries of separale tuk ord.,.,
an agency may apply the ~CeptiOM Itt
1 401.3(.K2) or (3) to iIldifduelluk
onlera. and il may stnlc~ the contreet
so that modlflad palent riShle provlelone
will apply to theIUk onler~ though
the cl.ueee et either t 4Ot!14(.) or lb)
are eppllcable to the remaindet' oItbe
work. Agencl.. ere authofized to
negotiate .uch modified p/'Ovl.ione with
respecl to taale orden edded to e
funding agreemenl an.r ttp Initial
award. I

!
!

I .~)
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(e)Before utilizing any of the
exception. in 1401.3(e) of thi. section.
the "8encyshall prepare a written
detenninatlon. including a statement of
factasupporting the detenninalion. that
the conditionsidentified in the
exceptionexist.A separate statement of
factashall be prepared for eacb
exceptional circumstances
determination. except that in
appropriatecases a single determination
meyapply to both a funding agreement
and any subcontracts issued under it or
to any funding agreement to which sucb
an exceptioni. applicable.In cas..
when 1401.3(a)(2) i. used, the
determination shall also include an
analysis justifying the determination.
Thisanalysis should address with
specificity how the alternate provisions
will better achieve the objectivesset
forth in as U.S.c.200. A copy ofeach
determination. statement of facts, and, if
applicable. analysis shall be promptly
providedto the contractor or
prospectivecontractor alongwith a
notification to the contractor or
prospectivecontractorof its rights to
eppeal the determinationof the
exceptionunder 35U.S.c. 202(b)(4) and
1 401.4 of this part.

(f) Exceptfor determinationsunder
1401.3(a)(3), the agencyshall also
providecopies of each determination.
statement of fact. and analysis to the
Secretary. These shall be sent within 30
days after the award of the funding
agreementto which they pertain. Copies
shall also he sent to the ChiefCounsel
for Advocacy of the SmallBusiness
Administration if the funding agreement
is with .a smallbusiness fll'D1. If the
Secretaryof Commerce believes that
any individualdeterminationor pattern
of determinations is contrary to the
policies and objective. of thi. chapter or
otherwise nol in confonnance with thi.
chapter. the Secretary shall so advise
the head of the agency concernedand
the Adminiatrator of the Officaof
Federal Procurement Policy and
recommend corrective acttone,

(g) To as.i.t the Comptroller Ceneral
of the UnitedStates to accomplish his or
her responsibilities under 35U.s.C.202
each Federal agency that ante.. into any
funding agreement. with nonprofit
organizationa or small businesofinn.
shall accumulateand. at the reque.t of
the Comptroller Ceneral. provide the
Comptroller Cenerel or his or her duly
authorized representative the total
numberof primeagreement. entered
into with small busines. finns or
nonprofitorganizations that contain the
patent right. clause in this pari or under
OMB CircularA-l24 for each fiscal year
begiMingwith October 1.1982.

(h)To qualify for the standard clause,
a prospectiva contractormay be
requiredby sn agency to certify that it Is
either a smallbUliness finn or a .
nonprofit organization. If the agency has
reason to question the status of the
prospective contractorasa small
business finn. it mayfilea protest in
accordancewith 13CFR121.9. If it
questionsnonprofit status. it may
require theprospectivecontractor to
furnish evidenceto eSlablish its statu.
as a nonprofit organizatiOn.

f 401.4 Contractor ..... of e."",1lona.
(a) In accordancewith 35U.S.C.

202(b)(4)a contractorhas the rightto an
administrative reviewof a
detennination to use one of the
exceptions at 1401.3(a) (1) through (4) if
the contractorbelievee that a
determinationis either contrary to the
policies end objectivesoflbi. chapter or
constitutesan abuseofdiseretlon by the
agency. Paragraph(b) of this section
specifiesthe procedures to be followed
by contractorsand agencies in such
cases. The assertion of such a claimby
the contractorshall not be.used a. a
basis for withholding or delayingthe
award of a funding agreementor for .
suspending performance under an
award. Pending final resolutionof the
claim the contract may be Issuedwith
the patent right. provisionproposed by·
the agency; however,should the final
decision be in favor of the contractor,
the funding agreementwIl1 be l!II1ended
accordingly and the amendmentmade
retroactive to the effectivedate of the
funding agreement.

(b)(l) A contractor mey appeel a
determinationby providing written
notice to the agencywithin 30working
day. from the timeit receive. a copy of
the agency's determinatio.n. or within
such longertimea. an agencymay
specifyin its regul.tlon., The
contractor'. notice should .peclfically
identify the basis for the appeal

(2) Theappeal sball be decided by the
head of the agencyor by his/her
designeewho i. at a level above the
person who made the detennination.1f
the notice raise. a genuinedispute over
the material facts, the head of the
agencyor the designeeshall undertake, .
or refer the matter for, fact·finding.

(3) Fact·finding shall ba conducted ill
accordance with procedure....stabliehed
by the agency. Suchprocedurea ehall be
as Infonnalas practicable and be
consistent with principle. of
fundamental faimes•. The procedurea .
should afford the contractor the
opportunity to appear with counaeL
submitdocumentaryevidence.present
witnesse. and confront .uch person. a.,
the agencymay rely upon.A tran.cribed

~
record shall be made end shall be
available at cost to the contra1:tor upon
request.The requirement for a'
transcribed record may be wiived by
mutualagreement of the contractorand
the agency. I

(4) The officiel conducting the fact
finding shali prepare or adoptlwritten
findings of fact and transmittpem to the
head of the agencyor designee promptly
efter the conclusion of the facl·fmding
proceeding elong with it recortunended
decision. A copyof the fmdinssof fact
and recommended decisionsliall be sent
to the contractorby registered or
certifiedmeil. I

(5) Fact-finding shouldbe completed
within45working deys from lbe date
the agency receives the contraclor's
written notice. I

(6) When fact·finding has been
conducted. the head of the eg~ncy or
designeeshell base his or her: decision
on the fact. found. togetherWith any
argument submittedby the c~ntractor,
agencyofficiels or eny other jnfonnation
in the administrative record.In cases
referredfor facl·finding, the agency
head or the designee mey reiect only
those facts that have been folmd to be
clearly arroneoUl. but muatel<plicitly
atate the reiectionend indica'te the beli.
for the contrary finding. The ,gency
head or the designeemaybe" oral
ergumentaefter fact-finding provided
that the contractor. or contraqtor'.
ettorney or representative Is(present end
given an opportunity to make arguments
and rebuttel. The decisiono~the agency
heed or the designeeshall~ ill writing
and. if Ilia unfavorable to th, contractor
shall includean explanetionlof the basis
of the deciaion. The decisiGOjof the
agencyor designeeshell be lIIade within
30 working deys after fect.fiJ\ding or, If
there Wei no fect·finding. wl,1bin 45
working days from the dete the egency
received the ccntractor's wr\'tten nollce.
A contractor edversely effe~ted by a
detennination under this sectionmay.el
any timewithin sixty day. i!ter the
determinetionis issued. filea petitionin
the UnitedStetes CleimsColm. which
shell have juriadiction to delennine the
appeal on the record and 10 effirm.
reverse, remand.or modify,.
eppropriate. the detenninetillD of the
Federel agency. I
f 40U __and Ialk!tlnv of
cIaUIeL !

(al Agencie. should completethe
blank in par"8r8ph (g)(2) of(the c1aUl..
at I 401.14 in eccordance with their own

. or applicablegovernment-Wide
regulations .uch as the Feddral '
Acqui.ltion Regulation. In arants and
cooperativeagreementa (an~ in

I
I
I
I

I
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contracts. if not inconsistentwith the .
FederalAcquisition Regulation)
agencies wishing to apply the same
cleuseto ell subcontractorsas Is applied .
to the contractormayde!llte paragraph
(g)(2) of the clause and delete the words
"to be performed by a smallbusines.
firm or domesticnonprofit organization"
from paragraph (g)(l). Also.II the
funding agreement Is a grant or
cooperativa agreement. paragraph (g){3)
may be deleted.When either paragrapb
(g)(2) or paragraphs (g) (2) and (3) are
deleted. the remaining paragraph or
paragraph. should be renumb....d
appropriately.:

(b) Agencies should complete
paragraph [I)."Communication.... at tha
end of the clauses at 1401.14 by
designating a central point of contact for'
communications on mattera relating to
the clause.Additionalinatructiona on
communications may also be. included in
paragraph (I). .

(c)Agencies may replace the
italicized words and phrase. in the
clause. at 1401.14 with thoee
appropriate to the particular fundlns
agreement. Forexample."contracts"
couldba replaced by "grant,"
"contractor" by "grantee," and
"contracting officer" by "grants officer,"
Depending on its use. "Federal agency"
can be replaced either by the
identifiCation of the agencyor liy the
specification of the perticular officeor
official within the agency.

(d)When the agency head or duly
authorizeddesigneedeterminesat the
timeof contractingwith a small
business firm or nonprofitorganization
that it wouldbe in the national interest
to acqutre the right to sublicensa foreign
governments or international
organizations pursuant to any existing
treaty or international agreemen~ a
sentencemay be added at the end of
paragraph (b)of the clause at 1401.14 as
follows:

TIli. Uean... will ioelude the right ofthe
government to lublicente foreign.
govemmeDti. their nationala. 8I1d. .
inlemational orsanizatiol1l. purauant to tile
(ollowing treaties or international
agreementJ:

The blank above should be completed
with the names of applicable existing
treaties or international agreement••
agreements of cooperation,memoranda
of understanding. or similar
arrangement•• including mllitary
agreentents releting to weapon.
devalopment and production.The above
lango.age is lIot i!ltendedto apply to
treatin or other agreement. that Ire in
effect on the dlte of the award but
which are !lot li.ted. Alternatively.

agencie. may u.e .ubstantially similar
la!IgUagereleting the government'.
right. to specific treaties or other"
agreement. identified el.ewhere In the
fundi!lg agreement The la!IgUage Dlay
alto be modified to makeclear that the
rightJ granted to the forelgngovernmen~

and its nationaleor an international
organization lIlay be for.addltional
right. beyonda licenseor sublicenseII
so required by the applicabletreaty or
internationalagreement Forexampla.ill
some exclusive licemsl or even the
assignment of title ill tha foreign country
involved mighl be requlred.Agenel81
mayal.o modify the langulge ablM! to
provide for the direct Iiceneing by the.
contractorof the foreign government or
internationalorganization.

(e)If the fundi!lg agraement involve.
performanca over an extended period of
time••uch as the typical fundlns
agreement for the operationof a
government-owned facility. tha
following language may alsobe added:

TIle "Seney resarvll the right tl>
unilateraUy amend thiI fundm,agreel1HJnt to
identify .pecific treetinor intemational
8greemiDU entered into or to beenlel'ed:'lDto
by the government aftar lbeeffective deteaf
W. fundins o_ment end effecluele thoea .
IicelllO orolber rightJ whicherenacelle:y.
for the govarnmeot 10 meet itJobligaliooe to.
foreigo govemmenll, thelr n.tlonal. Ind .
intemational organiutiona UDder.acb
treati.. oriDtemetlona! "_towi'"
respect to eubject inventloOl maduft8l' the
date ofthe amendment. .

(I) Agencie. meyadd additionel
subparagraph. to paragraph (I) of the
clauses at 1401.14 to require the
contractor to do one or moreof the
following> .

(1) Providea report prior to the clo....
out ofe fundlna agreemenllilting all
aubjectinventione or .lating that there
werenone•.

(2) Provide. uponrequelt, the filing
date••erial numberand titie;a copy of
the patent application; and patent
numberand illue date for 8JIY .ubject
iIlvention in any country in which·the
contraclor haa applied for palenta.

(3) Providaperiodic(but no more
frequently than annual)!l.tinge of all
.ubject inventione which were disclo.ed
to the agencyduring the period covered
by the reporL

(g) If the contract II with a nonprofit
orgllli%ation and i. for the operation of
a governmenl-owned. contractor: .
operated facility. the following will be
.ub.tituted for paragraph (1c){3) of the
cleule It 140U4(a):

(3) After paymeot ofpalenting COIte.
licentIDa COlt.. paymentl to mveawn. and
other expen... Incidental to the
Idmini.tr.tion of euble<:t Iov.ntiona. the
bllance ofIny IOYlltlee or1_... eamed

f

and retained b, the contracthr durins any
filC&l yeu 00 lubtect iDvlnUbn. under tJdsor
any IUCCftIOr conuaetconta~ the lame
requiremeot. up to aDy~t equal to five

. pen:enl ofthebudsel ofthe f~cillly for lIlal
filCl1 year••hlU he..edby the cootrecior for
.cientific re..erch. deve1opolOD~ end
edUC8,UOD comi.tent with th' re.earch and
developmeatmillion and obfectlvlI of the
facility. IncludiDs .clivitie.tljat Incr.... lbe
licensingpotential of otherbi,'ventioD' of lb'
facility, IT lbehalen..ex~ flve percem.
75 percent of the exceu al>o1\e flve percenl

'.•hall hepaid bythe contre~ tolb.
TrelluryoftheUnitedSt.t~ and the
remaining 26pen:ent.hsU holUlOd hythe
contractol"-onIy for the .ame purpoael81
described abov•• To the exteill it provtdes the
mOlt effective technology 'i:rah.fer. the
licenlinl of lubject invention••hall b,
administered by contractor einployee. OD

locetlon It the fecllity. !
[h] If the contract is fo~ the operation

of e government-owned facility.
agencie. may add the follbwing at the
end of paragraph (I) of thllclauaeat
1401.14(a): I

(5}Theconlrector oh.U e.llIhlioh end
maintaiD Iclive aDdeffectiv~ procedurea to
eOlare thateuhlect Inventlolll are prompUy

. identified end tlmely dllcloa1d end.hoU
.uhmit I dee<riptlon ofthepioceduree 10 the
conl1Y1t:tlJWoffice' 10 lbal~ contmetins
office, lIl8y ev.lnall sndd8ljrmin. lbelr
eff.ctiYenew._1

140'" ~oln"oII1nrlgldL

(a)The following proeeliuree .heD
governthe exercl.e of thelmerch-in
rightaof the agenciel .et ~orth in 35
U.S.c. 203 and paragraph(j) of the
clauie ell 401.1... I

. [bJ Whenever an agen~ receivee
informationthet it beli!",!" might .
warranl theexercl.e ofmilrch-in rightJ.
before initietingany march-ill
proceeding, it .hell notify\the contractor
in writingof the Informetlpn and requell
informalwritten or oral commentJ from
the contractor aa wellel Wormation·
relevant to the matter. ill the aheance of
any commentJ from the cclntractor
within 30 day•• the agencY may.al ita
discretion,proceedwith q.e procedure&
helow. If It comment il re....ived within
30 daya, or leter if the ag~cy haa nol
initiated the procedurel "/tlow. then the
agency.han. within eo daY' after it
receivee the comment, eitjler initiate the
procedurel below or notify the
contractor, ill writing, thei it will not
pureuemarch·1n righta onltheba.l. of
the available informati0lll

(c)A march·1n proc..d{ng .hall he
Initieted by the tllUlnce clf. written
noticeby the agencyto th','e contractor
and ifa aaelgnee or exclusIve llcen.... aa
applicable end Ifknown to the Igency.
.tating that the egetlC}' I. \:on.idering
the exercise of march·iIl1ghta.The
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requi~ Ihould befoU()wed for
fundins a!F'"'mentl covuedby a,..1.
predating lhia Part4ll1.

(1) To th. extant aulhorizeol.lo,:llio
U.S.c.2Il5, aaaaQe. alaaIl. DOl. clIadea lD
third partiel pwIlWWlt '" requMla und..
the Freed<l....of IJIformalioaAct (POlA)
any illformaliuu dilCloaq a ...bje<:t
inventioa far a r.....-l>la lime in 0II!a&'
for a pataDl.pPIiI:ation to ba 61ll11. WIth.
respect 10 lUbject inV8I\liQu oi
contractors \hilt are am&I.L boIaiaell& firma
or nonprofitorg.nizati~ a _nabla
Ume shall be the time durin8 whicb an
initial pltent appliutloll m..,. 1Hr!il....
under paragraph (c) of the Itandard'
ciause fOlllKl al l40U4la} 01~ odIllr
cia....may be ...... ia the fundiall
.llJ'8ement. How_.....~ ""'l'
discioM aach ...Dject invelltil>M under
the FOIA. '" itl dillClelio.. aliaa
contracillr h.. olecled ll<I\ to relain litle.
or after the u..e iIIlwhich til .. contra1:lc>r
is required to make an election if the'
contractol Iaa. not made _ electioo
withiD. that ti...... Similarly. aD agJIDcy
may boIlOr a FOlA""IU8st atill
discretloa if it flllda that lha_
informstlllll. baa previoIIaIy b.....
publlabel1loy tile iRYentor. Clllllracto.. o.
otherwi.... lf.lha"Il'''''Y pIeaa.'"m.
it.elf wIleR lb. mDtlaclor &unou
elected title. II may. of..,...., 00IItiAlIt
to avail.itaelf of lhe ...thoEilJof3l>
U.S.CO 2QS,. (

(2) In acci>rda_ wilh 3Il U.s.c. 2QS,.
agendea oI1allnot diaclo... OI! rel_ fill
a period of 1& llllllllba &llIn.lhefiling
date of thea~i..1ie&lo lIUd parliaa
pursuant to ."".eata 1U>dH lite Freed:Ga
of Infommtioll Act or oUImwi.. ""pielo
of any dacumenlwhicf> theqeB&lf
obt.ined lIllder tbia cia.- whicbl il pan
of an .pplicatiQa for pa""" will> \he u.s.
Patent and Tral!OIIlIIIk Officeor aD~
foreign patenl "ffite filed. by iii.
contractor [or ileaaaigneee.licemleee.u
employee.) Oila 8llbjact iAventWa ta
which the conlractOllwa .leetell to
retain titl... Tbi. prohibition dioea .....
ex lend to disda...... 10 c>tiIK
governmenta~ or contract... of
govel"lllDent agemea WKi., an
obligation to maiDt.aia aw:iI iAformatlllll
in confiden"".

13J Anumber of "I"Il"iea ha_
policiea to enCOOU'IIp pub"
dilleminatioo of the reoulte of warlo
.upported by the!lll8!ICY thtougb.
publicatioa UlsovernmeDt or other
public.tionl of I""IWcal repDrts o!
conlJ:.cton or 0IJIara. In racogllition of
the fa.cl th8t ..ch publicatiou. if it
included deacripliona of a Sllbject.
invenlion coul<1~te ban toobtainin&
patent prol.c1iclQ,.it is the palicy or the
executive b.8ACIllilat agendaa will not
include in .yc!l publicalion progr.ama

copi... !If dIscIoauru of in_tlOI1L
.ubrnilled by amaIIlNsiae..finDa-or
nonprofit orgsnization•• plll'luani tl>
par"lll"ph (<>} of \he staadard. cI8uae
found at 140U4(a)'8lIl:8IlI'1iI8lI1IDd..
the .ame circuraat_ under wllicIa
ageac:ie& .... alllboriJeQ ta..-.-a
information pursuant to FOIA""l_
und.. puapaplt leli1} oIlid",_lkl..
aSeneie. _, publiab lIlIdtdi~
(4)Notbinaiathia~l..

intended lo pncIode qellCiearr..
including in the irubJkatlllj1!B£tlYiIieoIo
de.cribed iA lb. finf ....Iem:a.t
per ph!cj(3}. the publicatia> ..
mat deo<:rlbifte:~Iubject kiDiiiItluo
to the extent sucl>mat.iale._
providedIIpart of & teelmlcalifltpolte·
otheuabrniBiioo of thecoDbaiit~
whicb w.....abrnitted~ of
the requiremem. of thor pateBtti8IU
pro__oilhecaDlraet.~if.
small busine•• firm or nonprofit
orgallizatiDa.nolillea tile egen<:y'" II.
padil:lUrrep8rtortither I ( .
conteine & dioIcIlIIIIlt! aI·lI. subjst
inventiotr to wllldo itbsa 1Iec:llt1ll titIit..,
maTelecttl& IIle ....,..lEIlua
rellllOl1llblir effDrta to JeIlrictil*
publiarli..cd themeleriaUIlI'ofx;
moatllll frlIIII dale at ilanaiptcdtb.,.
report or oabllli....... if_liw.1I1lIl
the caDtm:lllraa mad lIJl.lIIitlat pateDt
applieatlaa. Aaenci-. ofc_ rellIia
the di.cretion to delaypubliClllimftlr
addition. pe:riodaof lfme.

(5) Nllthq ill thiJI paragnplr; Is>
intendm lIlIliJaIt the authar!ly of.gI8!ItiIs,...........Dr3li u.s.c. 2lIIl ia
circ1JmatanceallDt operificwll,. deecribelt·
in tbiia p8IlIgalp&.

I 401.14 Sla,,'" d patent rIghta _

(a,ne!olc,,1iI1S 11171. m""ard
patenl rights c1au.e lit be I1Nd ...

spec:ifietl1D '4Clt~"
Palenl RIg/rf8 (s~olTB";'iJ_Fimr8 QDa
NonprofitOrganizoliotl8j
(a) De1lDitiODl I .,

(ll "JaveDtW."·.....,iaveotioaOf'
diSGaveIY wbidl.ia or may o.patmtabllcw
othsrwiss pmtectabisun...Title 35oC tIuo
Unired Slltes Cede. or any novo!varietyoC
plant whlc!l fa or lD1Iy be- protected und.. the
Plant VuietJ P1'oteclltmAct(7 USc. Z3Zl",
seq.'.
(Z)'~ ..",........ 1:11.... UP'

mv__ gf tHt»nUac""rc:oac i LAcrflnt
actuelly ndooce4 10 ,ractlce ill tIlo
perfonnace of wotlr.UIIduthi&cooln1"
provtded thlliJ>tba ease oC 0 variety ofplaD4
the data of dotermination (II delined in
sacti01l4t(d) of tile Plant VorlelyFro_
Act. 7 U.S.c. Z401ld)) mUll alia oc=dIIrlns
the peftodofcontroel peftOllll_

(3) "PrtIctlcaI Applk:......._.\el
man'lfactua iIItbI c.leel a Co""", _IM_
proclnct.10~ce In thoca.. oll _
or aetftod.. 01 to operlt.ia the cae.oI ..
machiae or .,llUl: ancl.in seclo. casa. lIIlCIa .

such COIldltloo.slllOeatabliah lhatltluo
invention i. bei8g.u~andthafitl
benefttl are. to the exteut pennu:r~by taw or
goyernment .adou; svaillbllli> tInI
publi~ 011 ......0llBbl0- t..",., ,

(4) "Made" ",heR ooed in roCeti."( ... ..,,,
invention me_ die· COtIcqt1oll or fine~
redueliD. 10 pa<:lice of _ iavoatk-.

(S)"Small BUli.neli Finn" melll»[a....a
busialOllCGMMl .. defined It sectloo.aH
Pub.LIlS-S3fl(t5U.s.C.632Tand !
implementingreguJ'an01lJ 01 the I
Admfnjstl'8tDl' oftlnrSmall_..
AdminiltralilHt.!"or thepmpaB4I of W.
cllu", tba_ standerd.IorSllNlI~_
COI'lCl!l'ft» in'NlYwd ift got"I'fJIJ'MaI f

pl'OC8SlllllllltIIlIII '_I1'lIet1n8 atlt~Cl'Il
t21.~and 13 CFR 121.3-12. respectivellro
will be used. !

(1IJ "Noolpoo/itOrgaamtlo....~. I
univenity or other inatitutiOft of )Up.
education or an.organizaiiDI)of theilypa
delcribed in eeence 501(c)(3) or ~!ntenlld
Reyenue Code 0111lS4 (Z8Il.S.C. 501(c) and.
exempt !tomtlXatfmrundersectlair 5Ot{aJ of
thalntemet_1Nll CodorIZ&!1.l¢. smteJ'
or 8l17"iWAipzo&IlCientifie"ereda~80nel
organia_l(efJIlllecl _ Osll' .-atorg _

(h) AJIR8_ efPrlMipsi R!PW I
):

The Cat1JrrI&kJ. mlY retain the entinl ri&l>'I.
tiUe.orot ittt....f1llnlqlloor tIlo w\md fa
each lubjscl invoodob IUbjoect too 1Il0
provtsiona of this claUIB and 35U.s.c.-.
With relpect to 8l'l]f IUbiect invention ill
which th.Commct>rrelllinv titllt•./fte Pederol
governmen(,.hdhaV8.na:aa~
nontransferable. irrevocablll. \Milfjnp license
10 pm:ta ae '-prectica& for '"OIl heMIC
of thalJDlle6_ Iksubjectia_
~LtlseworW. I
(c)late_~.._~'rille_.
Filiasel_Awii_by eojHr«_

(1)1Uam! _ WiIldlocl.-l-k
subjsclin_.IheFedmzJAJ
within two ....... aItlt lha iJIv",,!-
disc.... it in writina to~ penllIlDIi.
re.pon.ibIa for paleALmatters. Thlt dl..'oswa.
to tho aaency shall be in the formbt I wri.
report and .holl identiCY the contrizel under .
which llIe invenlion wu mad.o~m.
inyentort.)· It Ihell be oeIIieiontIl'lcompl
in IedlDicaI deteillO ........, I ellf"
unde_edinlJ to thautantbowaltlla
time of the disclolure. of then~. puopoae.
ope11ltion. and the physical. chemical.
biological or electricil ch.racte~1i<Iof IN
invention. Tho diac:lesure shell """ idenlifr
anypublication. OD sale or pubIicju" of the
invention and whethera manUlcrjp\.
delcribina theinnnUoo has be~ lubmitted
for publicstloa end. it ......-at it bu be..
aecepled for pebik:atfoR II tIM tiJI,or 01
disclosure. III additi-. afIer dioclloewe 10 the
",e""yo the CDnUvJcIn, will pnmftI,~ .
tho 08/IQt;1I of thaaccapt...... or ljoY
manuscript describinl lba inYsnliilnf~
pubITcstloo or of say OD..I.or pW>1k: _
planned by tIurcontraelm'. I

(WFh..Comroelorvrilhlect ili_1'
whether lH' !lOt .. m ... Utle- to .:n" IUdl
invention b, ....ifJiq u.:Frd~_y .
withla _ pusor dilIc:I_ lO/II.FelI_
agency. However, in anyca.. wWere
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own internal purposes. The prescription (2) A request for a conveyance of titl.. work object of the fundillg agreement
of fonns should be avoided. However. under paragraph (d)of the standard and that such action is n~ce..ary to
any forms or standard questionnaires ,r.dauses,"'·-'·""'~·····'~--__ achieve practical applicdtion of the
thatare adopted by an agency for thia ( (3)A refusa,lto,gr,ant a waiver u,nnd,"""'- subject invention or wor~ object. Any
purpose must comply with the. '-"I!!ragrap!Uil,olJ!1e standard clauses/ such determination will ~e on the ;ecord
requirements of the Paperwork ~o~ve:m>.'_! after an opportunity for ,n agency'
Reduction Act. Copies shall be sent to assignment under paragraph (k)(,) of the hearing, The contractor ,hall be gi¥en
the Secretary. standard clauses. ",/ prompt notification of th, determination

(b) In accordance with 35 U.S.C, 202(c) (5) A refusal to grant an ext,enslon of by certified or registeredlmail. Any
(5)and tha terms of the clauses at the exclusive Il<:ense period undar action commenced for judicial review of
§ 401.14. agencies sball not disclose such paragr~ph (k)(2! of the clauses such determination shalltbe brought
informa:ion to parsons outside the prescnbad by el~ OMBCircular A- within sixty days after nptification of
government. Contractors will continua 124oJ.OMB.BuIle!!!> 81-:22. " such determination. !
to provide confidential markings to help /..(c1, Each agency sll8llastabhs nd i
prevent inadvertent relea... outside tha publl!'hprocedures ~da~,whlch any ! 0101.13 AdmInIotnltion or Pltllftl RIg/Ita
agency. the age,\cy aettone hsted In paragraph' ,C_ , i

(b] of thIS section may be appealed to (a) In tha aventa subjeb invention is
! C01.l Retontion01Rlthta,by Contnlctor the head of!(te agency or desi~ee. made under funding agrepments of more
Employ" Invontor. Reyle!y,.at thIS level shall ccnslder both than one agency. at the '1'quest of Ihe

Agencies which allow an employeel the factuala,nd legal baSIS for:the contr~ctoror on their 0"7' initiative the
inventor of the contractor to retain actions and lt~ co.nslstency WIth the agencies shall designate one agency 8S
rights to a subject invention made under olicy and obiectives of 35 U.S.C. / responsibla for adminlsu\ation of the
a funding agreement with a small ,_ . _._.-.~. • ~ghta of the government/n the
business firm or nonprofit orgenizationI (d) Appeels Pffliledl1tQeslaoUshed ' tnvention., 'I
contractor. as authorized by 35 U.S.C. ~nder paragraph (c) of thiSsection shaTh (h) Agencies shall promptly gran"
202(d). will impose upon the Inventor et include admlmstretive due procasa unless the'" is a signiflc~nt reason not
least those conditions that would apply pro~edures and standard.. for fact- to. a request by a nonprojit organization
to a small business firm contractor ftndtn,g at least comparable to those set , under peregreph (k)(2)o~the clauses
under peragraphs (d)ll) end (3J; (£)[4); forth I,n 1401.8 (e) thtouah [gl wbenever:, prescribed by either 0Ml1 Circular A-
(h); (i); and (j} of the clause at J' there IS a. dIspute es to th,e faclu,al basla,', 124or OMB Bulletin 81-* inasllluch as
1401.14(0). for ~n agency request for a conveyance' • 35 U.S.C, 202(c)(7) has sillce been

, of lttle under par~p~{d~of the .. amended to elhllinate th~ limitation on
! COl.10 Govemmant AuIlI-' to l standerd clause. Includl~~ dispute- the duration of exclusiva1licenses.
C_orollllgltta In Invon1lon 01 \. es t~ w~ether ~r not an InveDlion is ' Similarly. unless' thera is ~ slgnlflcallt
Go•..-tEmpIoy- \sub,ect Invention. reason net to, agencies shall promptly

In any case when e Federal employee --'i~j1'(rthln~?<1en~l-an .. : approve en essignment.b~ a nonprofit
is a co-inventor of eny Invention made aonons '!"'cnbed ~ paragreph (bl of organization to an orgeni~ation which
under efunding agreement with a small thISsectIOn""! subject tc appeal under has as one of It.primaryifunction. the
busineas firm or nonprofit organization the Contract Dispute ~c" the procedure. management of inventio~s when a
and the Federehgencyemploying,suclt, und~ the Act W1llslltisfy the , , request far approval has peen
co-mventor trensfars or reallStglls the requ~remenls of paragrephlO (c) and;{d) ': necessitated-lUIder parasraph (k)(1) of.
right it bas acquired in theaubiect of,thls section. the clauses prescribed bY, either OMB-·
invention from its employes to tbe ! COl.12 U.........ol.-.,- ...... Clrcnlar A-124'or OMB- il\,lletin,81-2Z
contrector as ~uthorizedby 35 U,S,C. RIthta to ThInI_. " 'beceuse '!'e ~atentm&narment '
202\el. the assIgnment WI,Il. be mada (e) A funding agreement with a 'small orgenisa~on IS engaged~ or holds a '
sublect tc the,same conditions as apply business firm o. a domel,tic nonprofit sub.tentlal interest in otljer
to the con,tractor ~der the patent nghts organization wilt not contain a provision:' organizations engaged la~e manfacture '
c1ause,of Its funding a~emen" .. allowing a Federal agency torequira the or sele of produc~s or theluse of
AgenCIes may add additional conditions, licensing to third pertlesof inventions processes that ~Ighl utillfe, the
as long as they are consistent With35 ' owned by the contractor that Ora not invention or be In compeli~on wHir
U.S,c. 201-206. subject inventions unless snch provision embodiments of the invention. A.
§ 401.11 Appuh hes been approved by the agency head amended. 3,liU.S:C. ~02(cj(7) no ~onger

.' and a written justification has been contams thIS limitation. lihe pohO) of
" (a) As used In ~iS section, the term signed by the egency bead. Any such ~is subse~tion~heu!d ~l~o be followed
standard c1~usa means the clause at provision will clearly state whether the in conneclton Withsundar approvals

§ 401.14 of thia PSJ'l and th~ clauses licensing lIlay be required in connection that may be requtrad under Institutional
prevlousiy prescnbed by either OMB with the prectice of a subject invention. Patent Agreement.. othe~patentnghr.
Circular A-l24 or OMB Bulletin 81-22. a specifically identified work objec" o. clliules. or waive.. that p,redate Chapter

(b) The agency official initially both. The agency head may not delegate 18 of Title 35. United Slates Coda.
authorized.to'take sny of the following the authority to a"prova such provisions (c) The President's PatJnt Policy
actions~rovide the contr.actor ~ith or to sign the justificetion required for Memorandum of Februa'i' 18.1983,
a wntlen s~.t.gtentof Ihe baSIS for hll such provisions. states thet agencies shoul,d protect the
or her ,~_c.!i,!1Il,at the time the action is (b) A Federal agency will not require confidentiality of inventiqn disclosure,
taken. IIlclu§!g.a,l1)lrelevanl fact~ that the licensing of third partielunder any palant appllcations. snd qtdization
were,re.!,~on In teklng the action. sucb provision unless the agency head repom required In perf0'1"ance or in

(1) A refusal to grentan extension determines that the ule of tha invention consttquence of awards tl! the extent
under peragraph (c}(4)of the standard by others is necessary for the practice of permitted by 35 U.S.C.2!ll1 or other
clauses. a subject Invention or for the use ola appUcable law•. The foll~ng
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requlrementa .bould be followed.for copi.. llf dlacla....... otIn......lioll&.
fundin& ap"""en t• covuedby 80& .ubmitlodby am&lI bolaisIn&lin»ar
predating thia Put4QL. nonprofil Ofllllnizationa. pursuant I..

(1) To the extent aulborlzeollly:llio pa.....pb (q <Ii 1blIlltaJlda,ni c1a&I&
U.s.c. 205, agaJlCiaullall DDt c1i..'_ ID found at 14Ol..14(a),aceptlbn 1IIId..
third partie. puI'IlWIIlt to ..... und. the .ame circulul_ under wlIIcIa
the Freeoo...of IJzIoImalioa Act (I'OlA) alll"lcloo. .....1Ilboriud 10releM6l1l1da
any infomlaliGG dlacbinll a aabjeci inform.tion pursuanllo FOIANII-
invenlioa far a reaMlIl8bia lime murdu undu panpapiI ~JI1)of lIIiIo _lie..
fora pateDlapPlication k> be filad. WilD agencie. BaY publiID .....dl~
respect 10 oubjett invenli<lu iii (4) Nothina to tIH. paI'lIII'aJIb i..
contractors that .... IlIIIail buIiJle~ firma inlendad to pnocIoda qeIICia.&aa
or nonprofit organizatioa, a naaoJlBbIa including in the inJbiicallop~
lime shall be the lim. during which an deacribed iJI. tha fin( H!11ence of .
initial pal.nt applio:doR ...,blofil.... par!lJl'8ph [(:)(3), thepublin6....
under paragraph (c) of the .Iaodard' mat....de..nblasa.ue~ irlaililtluo
clause fCllllld.al .. 4OL14la)01 audl odIllr 10 the exlent oucbmoWriala_
cia.....may be __ to thefundioll provided a. part of & teelmical!repoat lII!'

agreelllOllt. How.-. u qeaq """ other ...bmlsaion of the CllIltlal:tOl'
discioM neil ... I>ject inventhllla under which w.....abmitted~ of
the FOIA. .. it. dillCl'Olio....aila" the reqainlmllllll af tbe pateB1:"
contraclDr h.. eRcled 110\I.. relaln titl. proviaiana ollbeCODtlIlct.Howe¥u. if ..
or after the _inwhich tbecontraeloe smell buain••• firm or nonprofil.
is required to make an election if the' org!ll1izlllioa.notif!elllllt:, egem:y....
contractor IluDOtmade .. el..lio.. parlicaiar~lII'olIt... I '!Jwi
withia that tima. Similarly.1IJIagency conlaina ..di8d_..a:aabjIeIS
may baIIclra FOlA request ati... inv.ntioa l8' ........ it blIa ei__ titIio ..
discrelioa if it flllda that Iha........ rna,. elect t!tleI the ...."..!aIIi...
informatillll.h... jIreViouaIytleen re_*dfDrtII III....eti~
publiabe<i by the iAYenlor. COIltreeto.. OJ publicllliQll af tIut material ....alx:
oth.rwi.... lf.lhe..1Il:Y piaIGa,toflle moad!a n-cla. at i1aJeaipUtlIB'
il••1lwbes lb.a>DIJaclol' &.u noll report or cab....or. iI__mtB.
el.cled litla. it may. of _ COIllimIt th. cantrecllll'II.meet m iIIiIial palllllt
10avail.illelf of u,. autbodtjl of 3a applicaliaD. Aaeaci- ofc_!IItIIIa
U.S.c. 205. the discretion 10d.lay publle-llllJlfar

(2) In auorda_ will>:Ii USc. 205. additional; periodaoftlme.
agencle..hallllOtdiaclo.ouel...... foo (5)NatbillJiallDpsragnlpk.
a p.riod of 1& monlila. r..-lb. filing, inlendeli IlIIIiIIIil tIutautbarity'of
dal. of theappli..1ie&It> lIUd parliaa alJllllOiea clDr35 u.s.c. _ ia
pursuanllo reqaealalllll!.. lh&Freedoa circumatenc nollJl"'i'irall, cIaai...
of Informalioa Ael oc otIaerwi. copu.. in tID !JBalP'Ip&.
of any dcJauneni which. the ....acy . .
obtained!1llder thiaclaoee wbicbi. pan ~~JJ"K\lid"'-rIgIlIlI~
of an applicatioa for pa_with.lhati,S;? (a,ne f,,"'wlIlS II liIulllndard .'.
Pal.nl and Trademuk Offi<:a or a..y \r p..a..1.e'.'l rights clau.a tet. be aoed ...'
for.ign pal.nt offioa mod.by tba: \::::::.pec:ifieoi lilt40U{.~ .•.
cootre<:tor(or i'- aalligD_liceml..... III Plttent.lli$lJfo_(§!!!gRll/Sin_·FrlTM<l1l""·
.mploy•••) 0 .. a subj""t iAve..lio&I" Nonprofit OtgoniZQIioIl8/ .
which th. contracl.. haselected lQ (a) DefiDiliCllll
relain titl.. Thiaplobibilion,<Ioe. DOl (1) lia ...__ iaV...t101O~
ext.nd tt> diselo...... 10other di .., wbidLia or ..ay bepat",tahI. '"
governmenl agncies or contraetoaa <Ii othet'WiJI ptlllKtabla un... TlUa 35oOhe.
governrMm agenci.. under an United Sla~1 Code. or my novlharietyof
obligation to rna_ill ow:Il iIIftmnatio.. planl which II armaybap",teetednnd.. the
in confid.n.... PlantYllietJ Pro_ Act (7lJ.S.C. 2321 ..

13)AnumberofllJOll"i~"'''' ·"M·'SoIlIacI~..e d a- ..
P?hCles 10~nCOOl1'&gIIl publlc inv_ 01 • """""" rcaar: ' 1lnIt
d,"enunalioa of llwo re...u. ot ......10 .cru.lly ...... to , __ ill tha
supported bylbe lI8ency throual> pe_of walk ...derthl&cOOtrocft '
publicatio" iJI gov.rnme..t or oth.r p",vtclad tholiDthaCOae oh varietyo£piaDl..
publication. of t""bNcal reporta of the d.ta of doterminotion Cn definedin .
conumelora OJ: other& In recognition of 'action 41ld) of tilePl.nt V.rte\J Pro_
Ih. facl thal ..ch publication. if it Ae~ 7 U.s.c.24Oljdllmu.taJ.o occar<!llrlnS
included dtaerit1ti_ of. aubj.ct. Ih. pePIOd or<:onIMf:t ~01111"""
, -''-- __ .. u te ban toobta' . (3/-'" App _ ..
lnvel-'- mwwol;l'ft . lIWIS manmCftlM. t:bI~ co,It" ........
pal.nl.proteclion. it ia the policy oE the proclnet. 10~co III the CO" ola __ '
.xecutlve b,anc1llkat~will not or .atllod.or to _ato ill IhO CHa0&..
include in .uell publ>calion ptoglllDl m.ch.... or ay,laa: .nd.in-co... IlIId.ae .

~------_.-.-..._,~-....-

.uchconditio..... lo..tabliallthat!tha
invention it bei8s-ulilizad .nd thot !to
benefill are. III the ext...t pennltfed) by I... or
8Ovemmentregnl.dou: avail.blt l\'tile
publl~on retI~till1lll. ,

(4) "Made" "hell BM<I in _ ...11&_
invention me_ UltCOScepClollOl'(InC~
reductiDlI to peactico of oucIr iDV'IlIlllc&

(5) "Small BUline.. Finn" m.....~....a
buaiuu cencare ae dafiDed .lltCtloA~at
Pub. r.._(15U.s.C.63ZTand i
implementing regulanona 01 the I
A__of the Smalf Ifnsine..
Admini.tnotion. £'ortilepurp<lM of illi.
clau", !lie Bile stmcltud.lorsmalli_
COI"ICiIn» inftlwd Eft80+.n6.. f
p_md _trlIdinI.lltJatl
1~1.341and 13 CPR 121.3-12, re.peqtivellFo
wiU be uted. I

(eJ"NooIpooIit~!lO"""""'.univenity or other institution of lIilher
.ducalion or an.O'llllnizatiDno of th.!lyJl6
d..crlbed in aecticn 501(e)(31 of th, lnl.ma1
Reveaue Cnd. 01IllS{ (ZIlU.S.C. 5ll;!(c) and
exemptfromtllXatlwnndaraectt"l' sot(., of
th.lntematRewnue ClldefZlfI1,Sj:.SOtfalt
or a""LLc4£oGIlCiefttifkf6~titmIl
orsaniA_~ocI_oil... --'It·ora .... r
(b) AIIwa_ afPrlndpm RfIhlao !

Th. CtmIrot:ID,m.¥ retail1 tha mlire rf&I1t,
litl•••ml1IIt....r!lln>qlloat!fl. wPr!cf fa
each lubject imeudub IUbjecf to~.
ptllvWouo at thiacia... and 35U.~c...
'With ..opact to IDJ IUbjaet in..n~oa ill
which the Cbnlmc*>Tretalna uu..,1lIIl Federal
80varnmlllt.b1IIl h.....nOMX~
nonlranof...bl•• irrevocabhr. poIilfjoP _
to pm:ta ClOt.- poaclicatlf. "\' aD baIaUC
ofth.UalIe6S_lkllObjactia~
!hro1lIJwuLU.worlA. I
(c)Iat_~,,"_if'lilie_,

FUiDaoi_Aptli"-bl'~_

(1)'1lIa=' J wiIl~I'-'
IUbjaclin_ IOtheFl!dlmJJ~
within two .._ a/llt lho illvBDJ- .

, dioclo.- illn wriWIa ta~ poraouaI.
... re.ponoibl. forpallllt lDAttero. 'DIlo di....._.
t. tho .fIIncy .&allbein the form Pt. writtoa

,'tOpor\ and ,ban id••lify the conttjU:1 under.
whichIlle invendon W1II' omlor8IIil the
inventon.). IflhaD be _iellllpleampl_
inl8dlDlcol detoillo..",...,.. ole,.. ,
unde_odiJII to IhO alenl b1ow,ul tba
limeof the di.clo,ure. of th. n~. purp_
ope..tion. and the phy'ica, cbeDllc"
biological or .I.ctrical cb.raclo~t&:o0'0
invention. Th. diockloure sholl.,," idenlify
any publication. on sal, or publiCtU'1 or the
invention and whethera manua...
d.lCribln& the innntlon hOI been ,ubmittatf
forpublicallon and. ifBe. whethetit !leo be...
.ceepled far pal>lk:otioR It the IiJiIe '"
diaclaoura. III od~.... oller diacioouro10 tba
osency, lho ConinK;III, will~, 1lOlillI'. '
tha.""'1 of the accapl..... at ',IIY
m.nUlariptd.ocrilJinI lba inv_ foo.
pubrrcaoOD or of aay 011 ..1. or pbblk ute
plannedby the CDn_. I

(2/ The Com"",t."ril..l... i,j-r
whether' er aor .. m:ll'ia title-to _,.tuda
invenliaft b, notifyiJll the iedorrlJ; _y
witha_,... '" disdoauraIO!lba,....
o,ency. However, in 8IIy caaewile..

I
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publication-. on ta.I.·or public die ha.. FfffkrafQ8fH1C1 to theex1eAtneetelMJ'y to reexamination or oppositiOn proceedIns on a
iml..ialed the one year statutory period 8chie" expedttioal pnicttcaJappllcatioRof patent. in an,. country, notllel' than thirty
whereiD valid patent protaction eee ,till be the sub;eet Inyention purluant to HI: _ daY' before the expirationto( the t"eS"POftlft
obtalned in the United S.BteI. tbeperiod for application for an exclusive licente lubmitted period required by the rel;ve:nt patent office.
election of title may b••Mrtaned-by the- in accordance with applicable provl,lon. at (4)The contractor~ to include. 'Within·
agency to a date that.is DO'1I3Qftt-thaa. 60 day. 37CFR Part~ and agency tietmting the specification of any Uqited Statea patent
prior to the end.of the ,tatQtory penod. regulation. (If any). Thtelicenee,wlU not be applications end any pat~t inuing thereon

(3), Th~ contractor,will,me i~ initial ~teu' revoked i~ th~ fiel~ of lIM01' the . covering8 subi.ect inve~titln. the fono~g
apphcation on a tub;ect lDvUltiOn to MUchIt geograp'llcsl area. in which dI:. ctmtracto,. statement. "nns fnventionlwas made With
elects to retain title within one yMl' ait. nat achieved practical appUcatlOft'anG government auppcrt underl(identify tb,
election 01 title Ot. if earlier. prior to theend contilaues to make the benefit. of the contract} awarded by (ide~tify the Federal
01any statutory period wherein valid patent invention reasonably accee.Sibl.. to the public. agency). Th.e government ia.s certain right. in
protection can be obtained in the United The license in any foreigD country may be the invention:' .
States after a publication. OD.~le. or public revoked or modified &J: tit. di8cntttOft of the (S b
use. The cODl1"OCltH will file, paRat fundin8 Federalagency to theextent the 8) u contracll 1
applications in additioD&l COUDtrie. or cantractot: ililicen'BeI. or tItedomestic (1)The contraclorwiUiI\-clude this clause,
international patent office. within either tea. subsidiaries, or affUial" haye failed 10 . suitably modified to identify the parties. in aU
mon~hs?i the correspondiag initial patent achieve practical applicatioD in that foreign subcontracts. regardless oflUer. for
apphcatlon Ot six month. from the dale country. experimental. developmental or ruearcb
permission isgrantedby theCo~aioDer 01 (3) Before reY'Ocatton or mod'dtcatlon of the work to be performed by afamallbu.ineaa
Patent. and Trademarks to file foreign patent license. the fundingF~ral agency will firm 01 domestic nonprofit braenizatioD. The
appl~~lionl where such filinghat been furnish the contractat' a written.. notice oliia 8ubcoDtr&<:tor wiU retain atl rights provided
prohibited by a Secrecy Order. intention to revoke or modifythe license. and for the contractor in thiscI'use. and the

. (4) Requests f?r extensio~ of the time for the contractorwill be allowed,thirty days (01" conll'r1Ctarwill not. .. partlol tM
diaclcaure,election, and filingunder such other timeas may be authorized by the COl'isideratioufota~the subcontract.
,ubparagr.phs II), (2), and (3)m.y••1the funding Federalagency lor good cau...bown obtain ri;hta in the.ubconth.:tor', eubject
discretion of the agency. begranted. by the contractor} after the notice to ahow lnventioa.. 1
(d) Condition, Whee lb. GoYe"""""l May cause why the tteenee should nol b. revoked 12) The _ will ~ude In all otb..
Obtain Title or modified. The contrac.tor bu,·the right to subcontracta. reprd1eM of\tt8l". for

The contracJorwilJ CClIB'Yey to thehderol appeal. in a~cordance WlthappHcable . expertmeetel developmen~l or reIAI'Ch
ageney. UPOll writt.., "",ueat, tillelo an, regulattona on 37CPRPart 404end agener work thepel.nt rightacl'" required '"
-subjectinventioa- regulatiOns (Ifany) cQn~emn, the IiceDSIDI {cil~.8Ctkm atQlency imp{emmrli1J8

(1) If, the cantraclol' failJ to disclose or..!.lecl of ~~ernment.oQ~ed inventions. any resuialitJmtor-FA.R}.' t
title to'the subject invention Within the time. d8Cl~lon ~oncemlDg therevocatioa or {3} 1D the case of subconttaeta.at any dert

.peoified in (c);.bove, or erecta not to m.in modlflCBUon of the lice.... when tho prime .w.rd wtll( theFaderol
tltle: liioYidecl"th.1 th•.-c,geney m.y only (I) Contractor Action 10 Prot.cl tho .geftcy ..... contr.ct lbut/'O' •~ or
requal till.wi~d.YL!fter leamins of Goyernment',lntare.1 cooperative .greement).lIul agency.
lh~ralhiri of theconlrilctl>r to diiCIQ.. or (ILThecontr«tor_. 10 uocu" ar!o ,ubcontr.ctor. and the contractor .gree the,
elel:l-Wltbi.1rthe ,peCifiad _.. hayeexecldlld !!!l<l_.dy.:d,~~§:lb. the mulDalobllptionl of thr pertie, "",.Ied

(21 In _ countMaIn which tbe , Federal 0sefiJY.al!.LoatnHne!!Ja_n~.1D by thie cI.... ccneutute • SOIltract _
contractorlail. to file, pal~l.pphceuo". Ii) e,t.bli,b or confirm therlibta the the ,ubcontractor and tho Federal .gency
within the lime, ,pecified 10 (c) .bovel Governmenl hu tbrous!loul tho world III wtth re,pect to the m.t_ t.>v....d by the
provided; howeve~. that if the contractorhal those subject mventtons to whichtire clause: provided. however. \hal nothing ill

filed.! patent appH~Uml in I country ~ft8l' can.tra...c.t.or. .e.le.c". to r.et..•..in.. IIlIe•.•..•.•nd.••..£."..•..'- ~. this paragraph.lJ; inteaded to••. c~er anythe tllneoopacIfied In (c) .bove. bOI pnor CO cony<~}'<lill~t ..-the,Eedt!l:!!L_."""" J jurildiction unclertho Contract Dilputea Act
It, reCOlpt of thewntten raqaellt of tbe, reqll'e'!!'!I,!aIdv,,,",,,mPl!.l!!L~!!.!!!d in connection with,proceedillaa under
r:~~a:'t1enc~ :::1c::shall continue e~~:~J.,~the"govemmentt~L~_~P.~t_: paragraph mof thi. cJauaa.} .-

(3)In .ny country in which lb. contractor proteellon throughout the wond iii thet (h)Reporti"" on UUlizatioD Ws..bje<lt
d 'd It t' th "of subJecllnve.atioa. Invention. feCI es ~o .0con mue e pl'Olecu...an (2)The con,wctoragreb to req\tl.te. by t
any apphcatian fo~. to pay the m~intenaDCe fh.-~ttei1 agreement. itaempJoyeel.otber ibID The Contrr.1clor agrees to lubmit on request
fees o!'.or crerend I!, rteXamtnmtion or f Icl~~Cj.r~1i,aAilOnt~fiJ11ca:IJiii}}kiYiJ"'t.t6~~," periodic reportl no more freguently than
oPP?st~n proceeding on. a pltent on a 1disClose promptly in Writing topersonnef annuallyon the utilization of a subJect
8ubJectiRventioD. I idlUltifiedtilreipoiiaibliifor the '. invention or on efIorta al obtaiD.i.n8 sucll
(eJ MinimumRights to Conlractorand administration of patent matten and in • utilization that are being ma(fe by the
Protection olthe ContractorRtsht 10 File j fOlTl18t 'U8IUted by theconttoetof'eeda contractoror.itlUcensees o~ assisnee& ~acll

(1)The contraclorwill reteln • I"ubiect invenUon me.de under con_" reporta ,h.1I mclude inform.~tion roglrdi""
nonexcluslye royalty-Crae Keen.. throoghoul order thel the contraclDr can comply wtth tho the It.luI of development, d~ta of lim
tne world in eaeb rubject lnventJOD to which di.cloeute proYi.ionaof peJ'll{Cl'8p.b (e). above. co~encll sale or ute.~ royal_
the GOVerr1!De'flt obtaiOl titl .. exClIpt if the '" ,liandto e:~.e:cute aUpame.RICe..., ~ file .#!ecelVed ~y the CO.Db1Ictor.~ S\Icll other
contractor fails to dUel... the inveatioa ~-~~te.01AP.lilicati.OM on ~tiam a . data and mformatton •• the '!'8f1ncy may
within the timn specified I.D (c1 aboy•. ne ji'to erni'DIfill~erii1iii'Dt I E.~1i~1D1tIe_ 'reaaonably~.~ conrretoralao
contractor's license extend. to its domeatic 1 "Golecl mventRii1l-~~'f61iiii agreell to proVIde addttionaJtreportl .s IDI,
subsidiary and affiliates. if any. Within the {Sfi'Ottd require. ... umm.nUIIL the, be requested by the oJency tp connectiolt
corporale ,tructure 01which tho contractor il I infonn.tion ",quired by (c)(I~ _ 'lbe with .ny m.rch-in proceedinI ""dert.ken by
• p.rty.nd includel the right to snml , contractor,hall in,Iru!'llllC/lemployea. the agency in IcCOrd.nce wtlh peragraph Ul
8ublicentel of the same scope to the extent I through employ.. qrellDl~taor ather of this clause. As required by 35 U.S.c.
th. contractor.... leg.lIy obligated to do 10 I/'.wtable .ducational prosram. on the . 202(c)15~ tho ogeney ._.ll wtll nol
at the timethecontracl wal IWuded. The '..~ importance of reportinS, innntiona ill. disclose such wonnation topenons outside
license is tranaferab1eonly with theIpproval\ {. .,uffident time to permit the. BJinR of peteDt the government without p~Slion of the
of the Federalagency except when \. appocaliona prior to u.s. or foreilJDltltutDIY contractar. 1
transferred to tne sucellor of ~at party of . ban. , . ,., (iJ Prete en ~ UllitadSt.tlaalndu.try
tne contractor'sbuaine.. to whl~h the (31 'The conuactor will'nohr., thePedettlJ ~ CI 01' f.
Invention pertainl. ogency of any deci.ioDa Dot 1o, contbl" the· NotWlthatandinl any other;Pf'O"1IioR of thfe

(2;) The controctor'. domestic Ucenle Ina,. proaecuttoD of I patent Ipplication. pa, clause. the conlractorIIgree11thet neither it
he revok.ador JDOwfied by thelundin, matn'en.nce leea, or delend In. nor .ny ...I8ft•• will granl tlany pe",on the
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exclusive right to UI. or sell any subject
inventions in the United States unieAl IUch
person agrees that any producta embodyina
the subject Inv·ention or produced through the
use of the lubject invention will be
manufactured substantially in th.United
States. However. in individual cuea. the
requirement for auch an agreement may be
waived by the Federal agency upon .
showing by the contractoror ita alsignee that
reasonable but unsucceaaful effortl have
been made to grant licensee on similar terml
to potential licensees that would be likely to
manufacture substantially in the United
States or that under the circumatancII
domesticmanufacture is not commerically
feasible.

Iil March-in Rishtt
The contractor agr:eel-thatwith respect to

any subjectinviiiiffon in which it hau
acquiredrti~e.t-the Federal agency has the
right in accordance with the procedures in 37
CFR 401.8'and a~y eupptementel regulations
of the ogencYTorequireJI1@J;,ontractor.an
8ssignee-or-excl\J,Jiv't1,Ucensee of a subject
invention-to gr8*i'8,-ri,o~eiClusive, partially
exclusive.or ext::ll,1.sjY!fJi<;egJ!e in any field of
use to a resp(m8ible:~~ppliC8nt or applicants.
upon tennHhat.-B:-~:"reaaonable under the
ctrcumatancea; and ifth.' .contractor.
assignee;-or--exchfalvs"licensee refu.e. luch 8
request thtlFederal agencyhal the right to
grant such a"licenseitself if the Federal
agencydetermine. that:

(1) Such action il necessary becausethe
contractor. or assignee'banioft8.ken. or ts not
expected to take within'a reasonable time.
effective steps to achieve practical
application of the subject invention in IUch
field 01u....

(2) Such action lanacea.ary 10 alleviate
health or lafely needs which are not
reasonably" .atisfied by the contractor.
allignee, or\thetr llcenseee:

(3} Such action is necessary to meet
requirements for public use .pecified by
Federal regulations and luch requirements
are not reasonably eetlefled by the
con/rae/or;' aselgnee or Hcenlees; or

(4) Suchiaction is necessary beeeusethe
agreemen~ requued by paragraph (i) of thi'
clause has not been obtained or waived or
because ~ licensee of the exclu.ive right to
use or sell any subject invention in the United
States is/in breach of such agreemenL
(k) Special Provisions for contracts with
Nonprofit.organizationa

If the'" contractor i., a nonprofit
organization. it agree. that:

(I) Rightt toa subject invention in the
United State. may not be alligned without
the approval of the Federal agency.except
where,such Illignment il made to an
organization which hal a. one of itl primary
function. the management of invention..
provided thatluch 88signeewill be subject to
the same provision. a. the contractor.

(2)Thecontractor will ahare royaltiu
collecled~ona .ubject invention with the
inventor. includinaFederal employee co
inventors (when the aaency deem. it
appropriate) when the .ubject invention Is
assigned in accordance with 35 U.S.C. 202(e)
and31 CFR 401.10:

(3) The balance of any royaltiel or income
earned by Ihe contractor with respect to

subject inventions,after-paymentof expenle.
(including paymenta.tcinventors) incidential
to the administration of .ubject inventionl.
will beutilizedfer-the IUpport of scientific
research or education; and

(4) It will maks ellorta thatarereasonable
under the clrtum.tancea to attract IiceMen
of Bubject inventionthat are small bU'lnell
firms and that it will give a preference to • _
small bUlines. finn when Hcentinga .ubject
invention if the COll/ractor determines that
the .mall businell' tll'lD has a plan or
propo.al ror marketing theinvention which. if
executed, I. equally aalikelX tobring the
tnvenuce to practical application a. any
plant or proposal. fromapplicants that are
not small bu.ine" finns: provided. that the
contractor i. also satisfied that the small
bu.ineaa finn hee the capability and
resource. to carry out ils plan or proposal
Thedecision whether to give a preference in
any specific case will be at the discretion of
the contractor. However. the contractor
agree. that the Secretary may review the
contractor', Hcenama programand decision.
regarding small busine.. applicants., and the
contractorwiU negotiate"change. to itl
licensingpoliciet. procedures, or practices
with the Secretary when the Secretary',
review disclo8ea that the contracter could
take reasonable etepe te implement more
effectively the reqirements of thi. paragraph
(k)[4).

(1) Communication
(Complet. Accordingto·!nDtr'JetiOrll at

401.5{b))
(b) When the Department01Energy

(DOE) determines to uae altemative
provisionsunder 1401.3(a)(4). the
standard clause at 1401.14(a). above.
ahall be used with the lollowing
modifications unless a substitute clause
ia dralted by DOE:

(1) The title 01 the clauae ahall be
changed to read as lollows:Patent
Rightsto Nonprofit DOEFacility
OpeT(1to,.

(2)Add an "(A)" after "(11" in
paragraph (c)(1) and add aubparagraphs
(B) and (C) to paragraph (c)(1) as
lollows:

(B) If theaubjoct Invention occurred undar
activitieslundsd bythena..l nuclear
propul.iol1or weapona related program.of
DOE. then theprovi.iona 01thia
.ubparagraph (c)(l)(B) will apply inHeu 01
paragrapha (0)[2) and (3). In euch caaeathe
contractor agrees to assign thegovernment
the entUe right. title. and interest thereto
throughout theworld inandto Ihe subject
invention except to the extent that rtght. are
retained by'the contractor through. areateJ'
rights determination or under paragraph tel.
below. The'contrsc·tor, or an employ""
inventor, with authorization of the contractor,
may submit a reque.t for greater rightl at the
time the invention i. discloledor within a
reuoDlble time thereefter.DOE willproce..
such a request in accordance with procedure.
at 37 CFR 401.15. Each detennination of
greater rightawill be subject to paragraphs
(hHk)01 thl. clau.. and .uchadditional
condition•• if any, deemed to beapproprtate
by the Department of Energy.

J
(C} At the tim~ an invention iI w.clo.ed 1n

accordance with (c}ttJ(A) above, qr within90
daYI thereafter. the contractor wiU submit a
written .tatement as .tc whether o~ not the
invention occurred under a naval (lUclear ."
propulsionor weapon...related prqgramof th..
Department of Energy. U this state:ment i.J not
filed within this time. aubparagraph (c)(1118)
will apply inIleu 01paragraphs (C)'(2) and(3).
The contractor statement will bedeemed
conclusive unle8s. within 60 day.lttereafter.
the Contracting Officerdi.agreel ip writing,
in which call the detennination of the
Contractins Officer will bedeeme~
conclusive unle" the contractor filet a claim
under the Contract Dilputea Act ~thin eo
day. altertheContracting Officer'~

determination. Pendingresolutionpf the
matter. the invention win belubje!:t to
subparagraph (o)(l)(B). i

(3)Paragraph (kIl3) of the cIl.uae will
be modified aa preSCribe~'5(g).
§ 401.15 Defe,," cletarm •

(a) ThiaaeclioneppUea to r,questa for
greater righta in aubjectinven~ona made
by contractors when deferredI
determination proviaiona we"! included
in the funding agreementbecallaeone of
the exceptionaatI401.3(a) w's applied.
except that the DepartmentoflEnergy ia
authorized to procesadelerred
determinationaeither in accordance
with ita waiver regulationaor troa
aeclion.A contractor requea~ grester
rightaahouldinclude with Ita"!queat
inlormationon its plana and i1\tentions
to bring the inventionto practjcal
application. Within90days after
receivinga request and suppo\1!ng
Information, or aooner if a atalutofy bar
to patenting is imminent, the IIgeney
mould seek to make e determlnation. In
any event. if a bar to patentln8ia
imminent. unlesa the ageney".lana to file
on ita own. it .hallauthori.e the
contractor to filea patent application
pendinga determinationby tileagency.
Such a filing shall normallyb~ at the
contractor'a own riak end expj,nae.
However. if the agency aubaeguently
refuses to allow the contractof to retain
title and elects to proceed wi'" the
patent application under gove\'nment
ownership. it ahall reimburse/he
contractor lor the cost 01 prep,aring and
filing the patent application. f

(b)If the circumstanceaof doncema
which originally led the agenqy to
invoke an exception under 1401.3(a) are
not applicable to the actuala~bject
inventionor are no longerva4d becauae
olaubaequent eventa, the agepeyshould
ellow the contractor to retalnltitleto the
inventionon the same conditiqns88
would have applied il the atandard
clauae at 1401.14(a) hsd bee'!' uaed
originally, unleaa it has been icensed.

(c)11 paralll'aph (b) ia not applicable
the agency ahan make itt determination

I
I
I
!

I
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basedon anasteslment whether ita
own plana regarding tha invantion will
beller promota the policies and
objectives of 35 U.S.C. 200 than will
contractor ownership of the invention.
Moreover. if the agencyis concerned
only about specific uses or applications
of the invention. it shall consider leeving
title in the contrector with additional
conditions imposed upon tha
contractor's use of theinvention for
such applicetlons or with expanded

government license rights in-such
applications.

(d) A determination not to allow the
contractorto retain title to a subject
invention or to restrict or condition its
title with conditions differing from those
in the clause at 1401.14(a). unless made
by the head of the agency. shall ba
appealable by the contractor to an
agency official at e level above Ihe
person who made the determination.
This appealshall.be subject to the



j ~

\\

3SU.S.C. 188 Rules and regulations, delegation of
power.

The Atomic Energy Commission, the Secretary of a
defense department, the chief officer of any other depart
ment or agency of the Government designated by the Presi
dent as a defense agency of the United States, and the
Secretary of Commerce, may separately issue rules and
regulations to enable the respective department or agency
to carry out the provisions of this chapter, and may delegate
any power conferred by this chapter.

design, or model in respect of the invention. A United
States patent issued to such person, his successors, assigns,
or legal representatives shall be invalid, unless the failure to
procure such license was through error and without decep
tive intent, and the patent does not disclose subject matter
within the scope of section 181 of this title.

(Amended Aug. 23, 1988, Public Law 100-418. sec.
9101(b)(2), 102Stat. 1568.)

3SU.S.C. 186 Penalty.
Whoever.during the periodor periods of time an inven

tion has been ordered to be kept secret and the grant of a
patent thereon withheld pursuant to section 181 of this title,
shall, with knowledge of such order and without due autho
rization, willfully publishor disclose or authorize or cause
to be published or disclosed the invention, or material
information with respect thereto, or whoever willfully, in
violation of the provisions of section 184 of this title, shall
file or cause or authorize to be filed in any foreign country
an application for patent or for the registration of a utility
model, induStrial design, or model in respect of any inven
tion made in the United Stales, shall, upon conviction, be
fined not more than $10,000 or imprisoned for not more
than two years, or both.

(Amended Aug. 23, 1988, Public Law 100-418, sec.
910l(b)(3), 102Stat. 1568.)

3S U.S.C. 187 Nonapplicability to certain persons.
The prohibitions and penalties of this chapter shall not

apply to any officer or agent of the United States acting
within the scope of his authority, nor to any person acting
uponhis written instructions or permission.

201

208
209

I
~

205 Confidentiality. I
206 Uniform clauses and regulations. I
207 •Domestic and foreign protection of federally owned

. . I
inventions. ~

RegulationsgoverningFederal licensing.

~estrictiollS 011 licensing of federanYlfowned it.lVen-
nons, ..

210 Precedence of chapter, .1
211 Relationship to antitrnst laws. I
212 Disposition of rights in educational aiardS.

35.U.S.C.200 Policyand objective. I
It is the policy and objective of the Congress to use the

patent system to promote the utilization of i~ventions aris
ing from federally supported research or dt;Velopment; to
encourage maximum participation of small ~usiness firms
in federally supported research and development efforts; to
promote collaboration between commercial! concerns and
nonprofit organizations, including Wliversit{es; to ensure
that inventions made by nonprofit organizations and small
businessfirms areusedin a manner to promote free compe
tition and enterprise; to promotethe commercialization and
public availability of inventions made in thelUnited States
by United States industry and labor; to ensur, that the Gov
ernment obtains sufficient rights in federally supported
inventions to meet the needs of the Government and protect
the public against nonuse or unreasonable ~se of inven
tions; and to minimize the costs of administellng policies in

this area. I
(AddedDec. 12,1980, PublicLaw 96-517,sec. 6(a), 94 Stat.

3018.) ~

3SU.S.C. 201 Defiuitions. !
As used in this chapter - I

(a) The term "Federal agency" meanslany executive
agency as defined in section 105 of title 5, United States
Code, and the military departments as defin,ed by section
102 of title 5, United States Code. ! .

(b) The term "funding agreement't means any con-
tract, grant. or cooperative agreement entered into between,
any Federal agency, other than the Tennessee Valley
Authority, and any contractor for the performance of exper
imental, developmental, or research work fu~ded in whole
or in part by the Federal Government. Such lterm includes
any assignment, substitution of parties. or subcontract of
any type entered into for the performance of iexpedmental,
developmental, or research work under a fFding agree-
ment as herein defined. I

(c) The term "contractor" means any (person, small
business firm, or nonprofit organization that :Is a party to a
funding agreement. I

(d) The term "invention" means anyl invention or
discovery which is or may be patentable or 9therwise pro~

1

I
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CHAPTER [18] 38 - PATENT RIGHTS IN
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military agreements relating to weapons dtvelopment and
production. I

(5) The right of the Federal agtncy to require
periodic reporting on the utilization or eff01;t5 at obtaining
utilization that are being made by the con~actor or his lic
ensees or assignees: Provided, That any sdch information,
as well as any information on utiliz~ti0ll or efforts at
obtaining utilization obtained as part of a proceeding under
section 203 of this chapter shall be treate~ by the Federal
agency as com~ercial and financial infonpation obtained
from a person and privileged and COnfidenia.1 and not sU.b
ject to disclosure under section 552 of tiUel5 of the United
States Code. !

(6) An obligation on the part of t?e contractor, in
the event a United States patent application js filed by or on
its behalf or by any assignee of the contrsctor, to include
within the specification of such applicatioJ and any patent
issuing thereon, a statement specifying th!t the invention
was made with Government support and that the Govern-
ment hascertain rights in the invention. ~,

(7) In the case of a nonprofit organization, (A) a
prohibition upon the assignment of rights to a subject
invention in the United States without the ~pproval of the
Federal agency, except where such assigmyent is made to
an organization which has as one of its pnmary functions

I
the management of inventions (provided that such assignee
shall be subject to the same provisions as Ihe contractor);
(B) a requirement that the contractor shar~royalties with
the inventor; (C) except with respect to alfunding agree
mentfor the operation of a Government-owned-contractor
operated facility, a requirement that the balance of any roy
alties or income earned by the contractor ~ith respect to
subject inventions, after payment of expenses (including
payments to inventors) incidental to the administration of
subject inventions, be utilized for the support of scientific
research, or education; (D) a requiremett that, except
where it proves infeasible after a reasonable inquiry, ill the. ,
licensing of subject inventions shall be given to small busi-
ness firms; and (E) with respect to a fundin~agreement for
the operation of a Government-owned-contractor-operator
facility, requirements (i) that after payment of patenting,
costs, licensing costs, payments to inventors, and other
expenses incidental to the administration o~ subject inven
tions, 100percent of thebalance of any royalties or income
earned and retained by the contractor d+ng any fiscal
year, up to an amount equal to 5 percent of the annual bud
get of the facility, shall be used by the contrrctor for scien
tific research, development, and education fonsistent with
the research and development mission and opjecti ves of the
facility, including activities that increaseJthe licensing
potential of other inventions of the facility provided that if
said balance exceeds 5 percent of the annu~i budget of the

I] Rev. I. Feb. 2000
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funded inventions as the Comptroller General believes
appropriate.

(4) If the contractor believes that a determination
is contrary to the policies and objectives of this chapter or
constitutes an abuse of discretion by the agency, the deter
mination shall be subject to the last paragraph of section
203(2).

(c) Each funding agreement with a small business
firm or nonprofit organization shall contain appropriate
provisions to effectuate the following;

(I) That the contractor disclose each subject
invention to the Federal agency within a reasonable time
after it becomes known to contractor personnel responsible
for the administration of patent matters, and that the Fed
eral Government may receive title to any subject invention
not disclosed to it within such time.

(2) That the contractor make a written election
within two years after disclosure to the Federal agency (or
such additional time as may be approved by the Federal
agency) whether the contractor will retain title to a subject
invention: Provided, That in any case where publication, on
sale, or public use, has initiated the one year statutory
period in which valid patent protection can still be obtained
in the United States, the period for election may be short
ened by the Federal agency to a date that is not more than
sixty days prior to the end of the statutory period; And pro
vided further, That the Federal Government may receive
title to any subject invention in which the contractor does
not elect to retain rights Or fails to elect rights within such
times.

(3) That a contractor electing rights in a subject
invention agrees to file a patent application prior to any
statutory bar date that may occur under this title due to pub
lication, on sale, or public use, and shall thereafter file cor
responding patent applications in other countries in which
it wishes to retain title within reasonable times, and thet the
Federal Government may receive title to any subject inven
tions in the United States or other countries in which the
contractor has not filed patent applications on the subject
invention within such times.

(4) With respect to any invention in which the
contractor elects rights, the Federal agency shall have a
nonexclusive, nontransferable, irrevocable, paid-up license
to practice or have practiced for or on behalf of the United
States any subject invention throughout the world; Pro
vided,That the funding agreement may provide for such
additional rights; including the right to assign or heve
assigned foreign patent tights in the subject invention, as
are determined by the agency as necessary for meeting the
obligations of the United States under any treaty, interna
tional agreement, arrangement of cooperation, memoran
dum of understanding, or similar arrangement, including
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priate, the determination of the Federal agency. In cases
described in paragraphs (a) and (c), the agency's determina
tion shall be held in abeyance pending the exhaustion of
appeals or petitions filed under the preceding sentence.

(Added Dec. 12, 1980, Public Law96-517, sec. 6(a), 94 Stat.
3022; amended Nov.8, 1984, Public Law 98-620, sec. 501(9), 98
Stat. 3367; Oct. 29, 1992, Public Law 102-572, sec. 902(b)(I),
106 Stat. 4516.)

35 U.S.C. 204 Preference for United States industry.

Notwithstanding any other provision of this chapter, no
small business firm or nonprofit organization which
receives title to any subject invention and no assignee of
any such small business firm or nonprofit organization
shall grant to any person the exclusive right to use or sell
any subject invention in the United States unless such per-

, son agrees that any products embodying the subject inven
tion or produced through the use of the subject invention
will be manufactured substantially in the United States.
However, in individual cases, the requirement for such an
agreement may be waived by the Federal agency under
whose funding agreement the invention was made upon a
showing by the small business firm, nonprofit organization,
or assignee that reasonable but unsuccessful efforts have
been made to grant licenses on similar terms to potential
licensees that would be likely to manufacture substantially
in the United States or that under the circumstances domes"
tic manufacture is not commercially feasible.

(Added Dec. 12, 1980, Public Law 96-517, sec. 6(a), 94 Stat.
3023.)

35 U.S.C. 205 Confidentiality.

Federal agencies are authorized to withhold from disclo
sure to the public information disclosing any invention in
which the Federal Government owns or may own a right,
title, or interest (including a nonexclusive license) for a rea
sonable time in order for a patent application to be filed.
Furthermore, Federal agencies shall not be required to
release copies of any document which is part of an applica
tion for patent filed with the United States Patent and
Trademark Office or with any foreign patent office.

(Added Dec. 12, 1980,Pnblie Law96-517, sec. 6(a), 94 Stat.
3023.)

35 U.S.C. 206 Uniform clauses and regulations.

The Secretary of Commerce may issue regulations
which may be made applicable to Federal agencies imple
menting the provisions of sections 202 through 204 of this
chapter and shall establish standard funding agreement pro
visions required under this chapter. The regulations and the
standard funding agreement shall be subject to public com
ment before their issuance.

L-33
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(Added Dec. 12, 1980, Public Law 96-517,lsee. 6(a), 94 Stat.
3023; amended Nov.8,1984, Public Law 98-620, sec. 501(10), 98
Stat. 3367.) I

t
35 U.s.C. 207 Domestic and foreign protecdon of fed-

erally owned inventions.I
(a) Each Federal agency is authoriz'f to-

(I) apply for, obtain, and maintain patents or
other forms of protection in the United Stat~s and in foreign
countries on inventions in which the Federal Government
owns a right, title,or interest; i

(2) grant nonexclusive, eXclusi~e, or partially
exclusive licenses under federally owned ipatent applica
tions. patents, or other forms of protection obtained, roy
alty-free or for royalties or other consideration, and on such
terms and conditions, including the grant tel the licensee of
the right of enforcement pursuant to the provisions of chap
ter 29 of this title as determined appropriale in the public
mterest; j

(3) undertake all other suitable land necessary
steps to protect and administer rights to f~erally owned
inventions on behalf of the Federal Go~ennnent either
directly or through contract; and I

. (4) transfer custody and administ~ati?n,in.whole
or ill part, to another Federal agency, of thr right, title, or
interest in any federally owned invention. 1

(b) For the purpose of assuring thejeffective man-
agement of Government-owned inventions', the Secretary
of Commerce authorized to - f

(I) assist Federal agency efforts to promote the
licensing and utilization of Government-owaed inventions;

(2) assist Federal agencies in seefing protection
and maintaining inventions in foreign countries, including
the payment of fees and costs connected thefewith; and

f
(3) consult with and advise Federal agencies as to

I
areas of science and technology research and development
with potential for commercial utilization. I

(Added Dec. 12, 1980, Public Law 96-517, ~ec. 6(a), 94 Stat.
3023; amended Nov. 8, 1984, Public Law 98-6~0, sec. 501(11),
98 Stat.3367.) I

35 U.S.C. 208 Regulations governing Jl'deral licens-
ing. i

. . edl uIThe Secretary of Commerce IS authoriz..' 1to prom gate
regulations specifying the terms and conditi01ns upon which
any federally owned invention, other than inventions
owned by theTennessee Valley Authority, rriay be licensed
on a nonexclusive, partially exclusive, or ex1lusive basis.

(Added Dec. 12, 1980,Public Law 96-517, sfe. 6(a), 94 Stat.
3024; amended Nov.8, 1984,Public Law 98-620,rsec.501(12), 98
Stat. 3367.) I
35 U.S.C. 209 Restrictions on licensing! of federally

edi .1own mvenlions.1,

I
1rev. I, Feb. 2000
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subject inventions of small business firms or nonprofit
organizations contractors in a manner that is inconsistent
with this chapter, including but not necessarily limited to
the following:

(I) section lO(a) of the Act of June 29, 1935, as
added by title I of the Act of August 14, 1946 (7 U.S.C.
427i(a); 60 Stat. 1085);

(2) section 205(a) of the Act of August 14, 1946
(7 U.S.C. 1624(a); 60 Stat. 1090);

(3) section 501(c) of the Federal Mine Safety and
Health Act of 1977 (30 U.S.C. 951(c); 83 Stat. 742);

(4) section 30168(e) of title 49;
(5) section 12 of the National Science Foundation

Act of 1950 (42 U.S.C. 1871(a); 82 Stat. 360);
(6) section 152 of the Atomic Energy Act of 1954

(42 U.S.C. 2182; 68 Stat. 943);

(7) section 305 of the National Aeronautics and
Space Act of 1958 (42 U.S.C. 2457);

(8) section 6 of the Coal Research Development
Act of 1960 (30 U.S.C. 666; 74 Stat. 337);

(9) section 4 of the Helium Act Amendments of
1960 (50 U.S.C. 167b; 74 Stat..920);

(10) section 32 of the Arms Control and Disarma
ment Act of 1961 (22 U.S.C. 2572; 75 Stat. 634);

(11) subsection (e) of section 302 of the Appala
chian Regional Development Act of 1965 (40 U.S.C. App.
302(e); 79 Stat. 5);

(12) section 9 of.the Federal Nonnuclear Energy
Research and Development Act of 1974 (42 U.S.C. 5901;
88 Stat. 1878);

(13) section 5(d) of the Consumer Product Safety
Act (15 U.S.C. 2054(d); 86 Stat. 1211);

(14) section 3 of the Act of April 5, 1944 (30
U.S.C. 323; 58 Stat. 191);

(15) section 8oo1(c)(3) of the Solid Waste Dis
posal Act (42 U.S.C. 6981(c); 90 Stat. 2829);

(16) section 219 of the Foreign Assistance Act of
1961 (22 U.S.C. 2179; 83 Stat. 806);

(17) section 427(b) of the Federal Mine Health and
Safety Act of 1977 (30 U.S.C. 937(b); 86 Stat. 155);

(18) section 306(d) of the Surface Mining and
Reclamation Act of 1977 (30 U.S.C. 1226(d); 91 Stat. 455);

(19) section 21(d) of the Federal Fire Prevention
and Control Act of 1974 (15 U.S.C. 2218(d); 88 Stat.
1548);

(20) section 6(b) of the Solar Photovoltaic Energy
Research Development and Demonstration Act of 1978 (42
U.S.c. 5585(b); 92 Stat. 2516);

(21) section 12 of the Native Latex Commer cial
ization and Economic Development Act of 1978 (7 U.S.C.
178U); 92 Stat. 2533); and
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(22) section 408 of the Water ~esources and
Development Act of 1978 (42 U.S.C. 7879;192 Stat. 1360).

The Act creating this chapter shall!be construed.to
take precedence over any future Act unless !hat Act specifi
cally cites this Act and provides that it shall take prece-
dence over this Act. I

(b) Nothing in this chapter is intenaed to alter the
effect of the laws cited in paragraph (a) ofj this section or
any other laws with respect to the disposition of rights in

1

inventions made in th~ performance of fun1ingagreements
with persons other than nonprofit organizations or small
businessfirms.j

(c) Nothing in this chapter is intended to limit the
authorityof agencies to agree to the disposition of rights ill
inventions made in the performance of wor~under funding
agreements withpersons other than nonprofit organizations
or small business films in accordance with the Statement of
Government Patent Policy issued on Febfary 18, 1983,
agency regulations, or other applicable regulations or to
otherwise limit the authority of agencies to 1Ulow such per
sons to retain ownership of inventions, except that all fund
ing agreements, including those with ot~er than small
business firms and nonprofit organizatio~. shall include
the requirements established in paragraphI202(c)(4) and
section 203 of this title. Any disposition of fights in inven
tions made in accordance with the Statemen~ 91' implement
ing regulations, including any disposition o~curring before
enactment of this section, are hereby authorized.

(d) Nothing in this chapter shall b~ construed to
require thedisclosure of intelligence sources or methods or
to otherwise affect the authority granted to !he Director of
Centra11ntelligence by statute or Executive.order for the
protection of intelligence sources or methods,

(e) The provisions of the StevensonlWydler Tech-
nology Innovation Act of 1980 shall take p~ecedence over

the pro~isions ~f thi~ ~hapter t? the ~xtent +tt~ey pe:mit
or require a disposition of nghts III subject mvennons
which is inconsistent with this chapter. I

(AddedDec. 12, 1980, Public Law 96·517, sk 6(a), 94 Slat.

3026.) I
(Subsection(c) amended Nov. 8, 1984, PUbIC Law 98-620,

sec.501(13), 98 Stat. 3367.) I
(Subsection(e) added Oct. 20, 1986, Public tjaw 99-502, sec.

9(c), 100Stat.1796.)I

(Subsection (a)(4) amended July 5, 1994, ~hbliC Law 103
272, sec. 5(j), 108Stat.1375.)1

(Subsection(e) amended Mar. 7, 1996, pUbli~Law 104-113,
sec. 7, 110Stat. 779.) i

~
35 U.s.C. 211 Relationship to antitrust laws.

I
f
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Yes, America Has a 'New Economy': Technology
Federal Reserve Chairman Alan Meanwhile, Rand Corp's Critical Tech- ~al, Japan. But there is a lot mom to this fering from the usual inefficiencies of tax-

Greenspan gave unexpected support to nologies Institute, surveying corporate ex- ~reat burst of creativity than just ·tl1e supported Institutlons, nonetheless direct
"New Economy" theorists in a speech at ecutives, forecasts that over the next 20 mount of money spent. Far more impor- grants to thousands of individualswho are
the Gerald R. Ford Foundation in Grand years "molecular medicine" will lead to, ant is the environment that Americans pursuingpromisinglines of research. And
Rapids 13 days ago. Information technol· powerful medications and therapies that have created-or perhaps preserved is a the ease with which individuals can start
ogy, he said, "has begun to alter, funda- treat diseasesat thegeneticlevel. Therapy better description-that fosters and re- businesses inthe U.S.,in sharp contrast to
mentally, the manner in which wedo busi· will be applied at earlier stages ofdisease wardscreative effort. Europe and Asia, means that good ideas
ness and create economic value." By en- and will be adapted to individual patients. TheBayh·Dole Actof1980 allows reclpi- spawn new firms, which often grow large
abling businesses to remove"large swaths Thesemoreprecisetreatments willfurther ents ofgovernment grants to retain title to and provide shelter and stimulation for
ofunnecessary inventory." real-timeinfer- advance life expectancies. their inventions. Says a study on basic re- new generations bent on making their

"Thesame deeper understandingofge- search by theCommittee Ior Economic De- marks in research and development.

Global View netics that is poised to revolutionize health velopment: "This law has stimulated in- Bnt there is more to it than that. The
care and its attendant industries also of- tense growthin universitypatenting and a U.S. would never have arrived at this
fers the potential for more precisely breed- SUbsequenttechnology transfer from basic stage without the changes in the public-

By George Melloan ing plants lind animals," says the Hand research institntions to industry. As a re- policy environment that have transpired
survey. "Depending on .consumer accep- suit, industry is increasingly involved in over the last '20 years. Ronald Reagan set
tance, by the early part of the next cen- collaboration with, and sponsorship of, in motion a deregulatory and tux reform

mation is accelerating productivity gTowth tury, much of the WOI'Itl's produce may be university-based researchers." Fur exam- process that has survived to this day. gr·
and raising living standards. This has con- genetically engineered in some way." forts by the Clintons to nationalize the
tribnted to the "greatest prosperity the Materials technology is a wide-open health industry, which surely wonld have
world has ever witnessed." field, with possibilities for flexible glass Genetics research will stnltified medical research, failed, Sodid

That is bullish talk for a man better 01' ceramics and, most fascinating, the revolutionize health care. the effort of Vice President Al Gore to
known for chiding Wall Street Ior its "irra- marriage of biology and engineering to Whip IIp "environmental" hysteria and
tional exnberance," long before the Dow produce combinations of organic and in- thus expand the regulatory burden, which
soared above 11,000. There can be little organic materials that are, in effect, self· pie, the CED report notes that there are is a particular curse for small start-up
doubt, however, that there is a new, tech- assembling. Tiny sensors will someday 1,000 companies in Massachusettswith re- firms, at a faster rate.
nology-based economy roaring toward the eliminate the need for highway tollbooths lationships with the Massachusetts Instl- Another Rand studycomparing- the U.S.
year :WOO and that Americans are its prl- and regulate automobileengines, in hath tute of 'l'echnology. Their worldwide sales with the guropean Union, Japan, China
mary driving force. So it is fasciuating to cases saving enormous amounts of fuel. are $53 billion. "Similar developments and South Korea shows that the U.S. leads.
contemplate what new technological mal" Imaging technology is progressing to- have taken place in California's Silicon in providing a climate of openness to for-
velswe're likely tosee in the 21st century, ward identifying tinier objects, advanc- Valley and the Research Triangle ofNorth eign trade and investment. This helps
Just as engaghig is reflectionon why it is ing molecularmedicine and genetic engi- Carolina." make the U.S. economy highly cornpetl-
that the [J .S.has become the fountainhead neering. Hut many placeselsewherein the world tive.. Competition stimulates innovation.
ofcreativity in scienceand engineering. A In transportation, look for the "hybrid are lackingoneor moreof the magicingre- 'I'hat is reflectedin Rand statistics show-
lotofothernationswould liketofindthese- car" early in the 21st century, using fuel dients that have made theIl.S, the great ing that American industry sharply ex-
cret and bottle it. cells, an advanced electrical battery. dynamoofthe technologtcalrevolution. No pundedits employment of Ph.D. scientists

But first a look at some of the hot tech- "Overthe longerterm, fuel cells, combined country, for example, can match Amer- and engineers between the years 1973 and
noIogies, some gleaned from a bibliography with super-strong, ultra-light polymers or lea's vast network ofcolleges and untversi- 1991, increasing its share, relative toother
preparedby the Organization forEconomic ceramics, could provide true energy suv- ties, teaching hospitals and prlvate-re- employers, to :iWYi, from 24%.

.j~__" .'."'_'~""._I_.()ljll~,,!'ation al11 Dql£l?JJl!'eI1UjLE.'!!:j~~,~..!!!g§.J9J. the !ralJ-*p.Q\1~tioj! sectol;,.:-i!!.L...§_~"'!j:~,lljlll'li.t))j.tQ\!§."llI1HQ.m"~\!liQll ..tllCJjlJi$~_..~:rJ1Ct~,u:e;l~s$Qusj\!alJ.t.hjs-.AIUhis_nC\v_..".._
01lCD researchers expect Iurtherdramatic Randstudysays. of Its multmational corporations. These sciencedidn t Just happen. It had to be Ill'
advances ill information technology, wilh~ 'I'he reason the U.S. is leadingthe tech- centersof research attract aspiring scien- cubnted. If the LJ .S. can preserve the envi-
desktop computers heaclingonward alld up-f'lloI0g"ieal revolution is partly its great tists and engineers Irom nil overthe world 1'OIIIIH'IIt lilat hutches inventions, it tan
ward in nWIlIOI'y ami Slll'pd. G('tw-J'(~Jlla('l'- WPillll1. lis corporations, unlversities and and many find the intellectual climate so look forward with optlmism to the21stcen-
meut therapy could lie wutcspreud uy'lO'l!i, national laboratoriesnrc the world's lead" much totheir liltingthat theysettle penna- tury, Present evidence suggests tIlat the
as the Human Genome Projectunlocks Iur- ing spenders on research and develop- nently in the U.S. 21st may even outstrip the 20th as a cen-
ther mystel'iesofthehuman body. menl, with olltlays double the nearest l'i· U.S. national laboratories, though suf- tlll'y ofsci{!Ilce.



resolution of potential overlap of support, OVer
lap, whether scientifio, budgetary, or commit
ment of an Indlvldual's effort greater than 100
percent, isnotpermitted, Thegoaisln identifying
and eliminating overlap are to ensure thatsuffl·
cient and appropriate levels ofeffort are commit
tedto theproject; thatthere Isno duplication of
funding for scientific aims, specific budgetary
items, or an IndiVidual's level of &fIort; and that
funds notothelWise necessary totheconduct of
the approved project are not inoluded in the
award.

The principal Investigator is responsible for be·
ingaware ofanychanges intheother support of
keypersonnel and for notifYing theappropriate
grants management office of such changes.
Updated information on other support may be
requested at thetime of aw.'l.rdwhen there Is a
substantial amount of pending support, when
there hasbeen asignificant timelapse since the
time ofapplication. orwhen potential overlaphas
been identified,

Budgetary overlap occurs when duplicate or
equivalent budgetary Items (e.g., equipment,
salary) are requested In an application butare
already funded orprovided forbyanothersource.

COmmitment overlapoccurs when anyproject
personnel hastimecommitmentsexceeding 100
percent. Thisisthecasewhetherornotthegrant
includes salary support for the effort. While
Information on other support is only requested
for key personnel (eXcluding consultants), no
individuals on theproject may have commit
men.. In excess of 100percent.

SCientific Overlap occurs when: (1) SUbstan
tially the same research Is proposad in more
than one application or is submitted to two or
more different funding sources for review and
funding consldsration; or (2)a specific resHleh
objaotlve and the research design for acccm
pUshing that objective are the same or closely
related in two or more applications or awards,
regardleSS of thefunding source.

2. Re.clutlon of Overlep

Although applicants are requested to identify
potential overlap. theactual resolution ofoverlap

:.;:
'.,;.:...,..
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":,.,'" ,
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:.:...
'~~~i
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:~,

:i,'

occurs at thetime of award In conjunction With
applicantInstitution officials, includingtheprincl·
pal investigator, and awarding agency staff, Po
tential overlap Istobe addressedbytheIRGonly
byItsidentification in an Administrative Note in
thesummary statement.

r'
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C. GRANT SOLICITATIONS I
Specific program announcements (PAs) and I
requests for applications (AFAs) are publiShed /
IntheF6deral R~/$terlll'1tJ IntheNIHGuide for I
Grants andContracts. The Guide also contains I
vital Information about policies and prccedures I
and isbeing transmitted electronically to anum- f
ber of instItutions. To obtain the Guide on al
regular basis, see p.3. Definitions regarding the !
use 01 PAs and RFAs are as Iollows: !
Program Announcement: A formal statement I
about a new or ongoing extramural aotivitY or I
mechanism. It may serve as a reminder of f
contlnuln~ interest in a research area, describe I
modificatIOn inanactivitY ormeohanism. and/or !
invite applications forgrant support. Mostappll- I
cations Inresponse toPAs may besubmitted for I
any appropriate receipt date and are reviewed I
with all other applloations receiVed at thattime. I
Request for Applications: A formal statement I
that Invites granl or cooperative agreement ap· I
pllc:atlons in a well,cleflned IiIclentlflc area to !

accomplish specific program objectives. The I
AFA indlcates theestimated amountoflunds set I
aside lor the competition, theestimated number /
oIawards tobemade, and theapplication receipt I
date(s). Applications submitted in response to I
an RFA usually are reviewed by an IRG een- I
vened by the awarding component that Issued I
theRFA. ,I

I
D. START DATES I
Awarding components may notalways be able I
to honor the requested start date of anapplica· f
lion. Therefore, appliCants should make no 'I
commitments orobligations until confirmation of 1

thestartdate by theawarding component. I

E. INVENTIONS AND PATENTS I
Recipient organizations must report Inventions I
promptly to the Extramural Inventions Reports,

t

I
I
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OF COUNSEL

IVER P. COOPER

Ms. Yvonne Williamson
4000 Rockville Pike
Bldg. 45, Room 2AN-32
Bethesda, MD 20892

TElECOPIER rf\"'~I""'L"

(202) 737-3528
(202) 393-1012

PH.D.

r:·MAll

ALLEN

BROWDY AND NEIMARK, P.L.L.C.

ATTORNEYS ATLAW

PATENT AND TR.ADEMAR.K CAUSES

SUITE 300

624 N[NTH STREET, N.W.

WASHINGTON, D. C. 2000[-5303

TELEPHONE (202)-628-5197

September 15, 2000

ALVIN BROWDY (1917-1998)
SHERIDAN NEIMARK
ROGER L. BROWDY

ANNE M. KORNBAU
NORMAN J. LATKER

Dear Ms. Williamson:

I would appreciate receiving a copy of funded grant
U54GM62114 under the Freedom of Information Act as soon as it
available in your records. If there is problem in obtaining
grant please call at above telephone number.

Sincerely,

Norman J. Latker

SN:dr

F:\User24\njl\Williamson.doc
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MAR 14 1975

Patent Branch Adm~nistration and Budget

Dr. lowell/To ~armison

Special Assistant to t~e

Deputy Assist~nt Secretary for He~lth
. . i

Patent Counsel, OHEW/OS/GCB

I
]

I
I
f
!
I
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I
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As you requested, we are providing information on the funding and staff1ng
of the Patent Branch. I

GENERAL BUDGET I
t. ,

This office has an annual bpdget of $30,000 for filing and prosecuting I
domestic patent applications. Because of inflation, the cost of paten~
prosecution has increased substantially in recent years, whereas our !
budget has not been increased since 1969. As a result, for the past I
four or five years the Patent ~ranch has been running out of funds bef?re
the end of the fiscal year, and each year the funds have become depleted
approximately a month earlier than the year before. Our FY 1975 fundslran
out at the end of December. In order to continue operating, we have tp
obtain additional funds rrom the Office of the Director of NIH. On I
occasion, the Office of the General Counsel has been able to provide ~ome

supplemental funding. This year, as in a number of past years, NIH h~s
allocated $20,000 to sustainfatent Branch operations. However, base4
upon estimates from our contract attorneys for ongoing work, and upon]
bills for work already performed, but which have not been paid, it isl
estimated that the supplemental funds from NIH will be exhausted by t~e
end of the third quarter. At that time we will either have to obtainl
additional funds from NIH or cease prosecuting patent applications. I
PATENT PROSECUTION IN .GENERAL . t
The Patent Branch receive4 approximately 300 invention reports per year.
These are carefully evaluated according to est!5TiShed and time-cons~ming
procedures in order to determine the scientific importance, novelty rnd
potential use of the invention by the Government and/or the public. I
As a result of this screening procedure and the high standard applie~,

patent applications are filed by the Department on only 15% of the I
inventions reported. The only way we can reduce costs is to cut d0w.n
on the number of patent applications filed each year. In order to qperate
within our present budget, we would have to reduce the number of pa~ent
applications filed by about 50%. We feel that such an economy movel
would be unwise. since patent protection is often a critical elemen~ in
technology transfer and failure to patent could deprive the public 9f
the benefits of the best of Government-sponsored research results. I

~~~~
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FOREIGN'EILING

TRADEMARKS

f
t

- 'j'-

I
I

I
I
I
J
I

Until about 1970 the Patent Branch budget was sufficient to cover tHe I
cost of patetting one or two inventionsper year in foreign countries. I
The inventions selected were those which appeared to be of great 1

scientific importance and great foreign commercial potential so that I
anticipated royalties would exceed the foreign patent prosecution and r
maintenance costs. For the past five years we have had no funds avail~ble
for foreign patenting. Accordingly, when an invention report is received
which meets the fore~ping criteria, it is necessary for us to solicit 1
funds for foreign patenting from the Institute that funded the research
or from NTIS of the Department of Commerce, which recently advised that
funds for foreign patenting would be available in selected circumstanc~s.
At the present time, we are prosecuting foreign patent applications on!
several inventions which are being paid for by one of the National !
Institutes of Health. These costs are substantial. since it costs !
approximately $800 to file a patent application in a non-English speaWing
country. In some cases we have, at the request of the Institute. fil~d
15-20 foreign patent applications on a single invention. {The cost 1
of these filings was more than half our present annual bUdget.} Each I
Institute handles the funding of forelgn patent applications differenlly.
which js confusing and leads to errors and delays in paying our foreign
associates. - I

I
I -

In recent years the National Institutes of Health and other organizat~ons

within DHEW have developed programs which provide services to the pu~lic

which the program wishes to publicize. In some cases the programs h~ve
adopted names or logos which are utilized to advertise the availabili~y

of the services and to facilitate public identification of the servides
with the program. As a result we have been receiving an increasing number
of inquiries from programs who wish to protect their names and logos1
and to prevent unauthorized use by others. In order to obtain maximum
legal protection for these marks, we have filed applications for tra~emark
registration on approximately 20 marks in the past five years. inclu~ing

two trademark applications filed on the name ''WOl'M Health OrganizatIon"
and the initials "WHO II

• Since we have no funds allocated for trademark
prosecution. the programs requesting trademark protection have had tb
fund these costs. Here again. coordinating payments from multiple spurces
has bean- inefficient and a substantial burden on Patent Branch staf1'

~a I
!
I

The Patent Branch has no funds of its own for travel, and travel mo~ey
has been available~rom OGC only on a very limited basis. During the

~~ [L~
~(Q)[pJW
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1
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1

I
I
I
I

I
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past three years the Department Patent Counsel has received requests I
to address groups and to participate in seminars and meetings involving !
intellectual property, technology transfer, patent licensing and other I
matters directly related to the Department's mission. During this period,
Patent Branch personnel attended 8 such meetings. OGC paid for the trav~l
costs in one case, but in the other 7 cases the travel costs were paid fqr
by NIH or the organization extending the invitation. None of these meetings
was for a professional legal organization such as the Federal Bar Associ~tion,
which would further or enhance the staff's expertise or professional competence.
All were meetings which involved such things as disposition of grant- an~
contract-generate~ inventions, Department Patent Regulations and procedures,
and the development and licensing of Department-owned inventions which I
directly affect the Department and its~relationship with grantees, cont~actors,
patent licensees and the public. We have already received invitations '0
participate in meetings'to be held in FY 1976, at least tliO of which we,
consider important and should be attended by Patent Branch personnel. !

I
I

The Patent Branch has no separate funds for office supplies and equiPmert
and relies on the OGC to provide these items. However, DRG has provid~d

us with routine office supplies. The rental on a Ty-Data automatic tyqe
writer, which is imperative to our operation becan'se of our large volu~e

. of roufine correspondence, is paid for by NIH, and most of the other !
typewriters in the office belong to NIH. The Xerox machines which we I
use and which are also imperative to our operation belong to NIH. I

I
LEGAL LIBRARY AND SUBSCRIPTIONS I

f
Another item of vital importance to Patent Branch operation in sUbscri~tions
to technical 40urnals and publications, including subscriptions to the,
U.S. Patent Quarterly, the Official Gazette of the Patent Office and the
PAtent, Trademark and Copyright Journal. These subscriptions are thel
responsibility of OGe. In recent years, Patent Branch subscriptions I
have been allowed to expire, including our subscription to the Manuall
of Patent Examining Procedure which is kept up to date by periddic changes
which reflect changes in the patent laws and in Patent Office procedures
and policies. This publication is an absolutely essential part of a I
practicing patent attorney's library. Our subscriptionibo this servi~e
expired three years ago, and we have been unable to have it reinstat~d.
As a result~ur Manual is out of date and pertinent sections must bel
verified from an outside source. I

I
I
~
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I am attaching a July 20, 1973,memo from Hr. Hiller to the Executive
Assistant, OGC, covering the area of staffing. I am making no
recommendations in regard to staffing, at t~is time,.and believe
Mr. Hiller's memo (the substance of which was generated by our staff)
~rill bring you up to date.

Dr. Lowell T. Harmison

OEP""RTMENT OF HEALTH, EDUCATION, AND WELFARE
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SyHMARY I
In summary. the Patent Branch presently must obtain funding from mUltiJle
sources in order to carry out its program functions. While these sourdes
have been most generous in the past in meeting our needs, Patent Brancij
responsibilities and functions have increased to the point where it caQ
no longer operate effectively and efficiently under the present multiple
funding arrangements•• The Office of the General Counsel is apParentlyI
unable to a~equately fund all Patent Branch operations. Accordingly. I
it appears appropriate and efficient for the Department to consider I
funding the Patent Branch from a single source other than. OGC. A l09ic~1
source for such funding would be the Office of the Director of NIH si~ce
NIH is already providing supplemental funding and support at a higher!
level than that provided· by OGC. or. alternatively, the Office of the I
Assistant Secre~ary for Health. who is ultimatelY responsible for Pat~nt

~rQgram functions for the entire Department. Preliminary oral discus~ions

with appropriate 00 officials indicate tbat they would be receptive t~

working out an interim arrangement to fund the Patent Branch for FY 1976·.
Attached is a proposed FY 1976 budget which we believe to be an accur~te
estimate of what patent Branch operating expenses will be during thatl
period. As to the not yet formulated 1977 budget. we hope that our f
funding needs~qht be included in either the ASH or 00 budget. whic~ever
is considered most feasible. !

I
We believe this recommendation to be consistent with the organizatioq
re-spon!iibility of the Patent Branch since the.fttent Branch is uniqu~
to the entire OGC in that the branch has definite program responsibili{fes
as well as legal advisory ones. The program responsfbl1ies assigned!
under Chapter 1-901 "Department Patent Activities", copy attached. greatly
outweigh in time and importance the legal advisory responsibilities.l
The program responsibilities must be ·performed in order that the Ass~stant
Secretary and the operating agencies may meet their policy responsib~pties

under Chapter 1-901. The definite tilt toward the program responsi~ilities

which the Patent Branch must perform. in our view. may create re1uc~ance

on the part of OGC to furnish optimum staffing and funding of the I
Branche since all the levels above the Branch in~OGC1!lT.e only '1
peripherally exposed to the program aspects of the Branc~. I

I
~~ [L~
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We do not fault this peripheral exposure since we believe it parallels
the relationship of other programs in the Department to the OGC. But
to the extent the aGC controls our funding, it has been detrimental
to the program.

Even if the funding situation can be resolved as we request, it should
be noted we are still left with a serious shortfall in staff that cannot
be made up by increased funding alone•

.Further,since it is the office of the Assistant ~ecretary which must
concur in the most important end-products generated by the PAtent Branch
(as prescribed by Chapter lQ901.), it appears that that office would be
in the best position to make an objective evalua~ion of our staffing needsl

Norman J. Latker

Enclosures

cc, )Wv. J~lIil~)

TGFerris:NJLatker:EJB:cam
DHEW/OS/GCB 3/14/75
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PROPOSED PATENT BRANCR BUDGET FOR FY 1976

DOV~STIC PATENT PROSECUTION

35 new cases per year @ $800.00
100 Patent Office Actions per year @ $200 I ~ .,.., <".,,9
Interference Proceedings, Appeals' (Includes extra $10,000)

'Patent Office Deposit Account (Issue Fees, Licenses for
Foreign Filing, Petitions, etc.)

FOREIGN PATENT PROSECUTION

$28,000
20,000
18,000

. 5',-000
$71,000 $71,000

32 Amend~ents and other official responses @ $200
Maintenance Fees

5 cases per year: 2 countries @ $300
6' countries @ 800 $27,000

6,400
. 1.000
$34,400

$34,400

<:>>.
/

,"

TRADEMARK PRBSECUTION

4 Applications at $250

TRAVEL

OFFICE SUPPLIES AND EQUIPMENT RENTALS

Office Supplies
Rentals (Ty-Data, Xerox)
Equipment replacement and Misc.

Of tu-I/ I ~ 00 d e,sk ..,.tL Ie J
ci>&1!'j 130 ao 0 /s s:J't e I-ec{ ;.J

) I . "
06- C "'ftl/ldt'-ei«h·(Jpj.

~

$ 1,000

$ 1,000

$ 500
3,600

D

$ 1,000

$ 1,000

$ 5,100
$ 111,600
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OFFICE OF THE DIRECTOR,

CONTRACT POLICY and AmflINISTRATION

Tax Day + 1
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N Memo for: Mrs.Spector / Col. Guenther

Re: Executive Order involving the retention of rights in
Technical Data by Contractors where the government
has paid the development costs.

Ah, there is bad news today!

Apparently, we were successful in convincing people that
the OIRA technical data policy statement was not the way
to go only to gain OFPP asthe arbiter of what such a
policy should be. . .

One good point, perhaps, is that we can put this effort
into the DARC/CAAC process where it should be and hope
that the wi e able to reach a consensus on what such a
po ICy culd e. key in this effort will be to mute the
voic of Norm Lat , oC who was the ghost writer of
the 0 cy. We must also ensure that the license is
not constrained aswas the one in the OFPP policy.' NASA,
Bob Kempf should support that effort.

J~hDut
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