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WASHINGTON FOCUS, Congress has recessed for Thanksgiving,"~ndwill re
convene December I .... In the meantime, Commerce Secretary Rogers C. B.
Morton in a November 25 letter to Rep. John Moss, D-Calif., i'ndicated he is
willing to compromise in his dispute with the House Investigations Subcom
mittee over data on U.S. companies honoring the Arab boycott of Israel.
Morton said he's prepared to deliver copies of the reports requested by the
subcommittee provided he has adequate written assurances that access to the
documents will not be given to anyone but members of the subcommittee.
Through an assistant, Moss, who was on vacation, said that Morton's offer was
unresponsive to a subcommittee subpoena; hence Moss is prepared to push for a
contempt citation against the secretary . . • . In the Senate, the Subcommittee
6n Reports '. agemen ~s c~rculating ra s to the
Ped Advisory Committee Act. One proposal would eliminate the FOIA ~n

nd intra-agency memorandums exemption or the trade secrets and personal pri-~

vacy exemptions as grounds for closing meetings or make national security the
only ground for closing a meeting.

In this i

DISCLOSURE OF CIVIL SERVICE REPORTS ORDERED. . . . . . .
FOIA FEE ISSUE POSED BY DISCLOSURE OF ROSENBERG FILES..
IMPLICATIONS OF SEARS CASE ANALYZED BY OPPOSING LAWYERS.
PRIVATE EMPLOYEES WIN ACCESS TO FILES IN CALIFORNIA.
SPECIAL REPORT: SENATE HEARS WITNESSES ON

FAIR CREDIT REPORTING ACT
CLEARINGHOUSE. .

DISCLOSURE OF CIVIL SERVICE EVALUATION REPORTS
ORDERED BY D. C. APPEALS COURT IN VAUGHN v. ROSEN

Civil Service Commission (CSC) evaluation reports, dealing with com
pliance by federal agencies with policies laid down by statute, executive
order, and CSC regulations must be disclosed under the Freedom of Informa
tion Act, the U.S. Court of Appeals for the District of Columbia ruled on
November 21.
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Reviewing the case of Vaughn v. Rosen for the second time (AR, 6/30/75),
the appeals court affirmed the results reache(l by the U.s. District Court
for the of

Robert C. Vaughn, an American University law professot, sought dis
closure of "evaluations of personnel management" prepared by G.SC.! s Bureau
of Personnel Management during fiscal years 1969 through 1972~~

The reports covered a wide range of topics: labor-management relations,
position classifications, equal employment opportunity, the merit promotion
program, processing of personnel actions, incentive awards and the employee
suggestion programs, management evaluation of employee performanCe, employment
of Vietnam-era veterans, employee training, manpower planning, 'employment
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of handicapped individuals, recruitment efforts, and implementation of re
ductions in force.

The geographic coverage of sample reports submitted to the lower court
was equally diverse: Two were nationwide reports on entire agencies, one
was a regional evaluation, and the rest focused on particular installations
of an agency.

Each of the reports concluded with a series of recommendations made by
the evaluation team. The district court found these recommendations exempt
from disclosure, and that finding was not appealed.

FOIA exemption 2 provides that agency records "related solely to the
internal personnel rules and practices of an agency" need not be disclosed.
The House and Senate reports on this exemption express conflicting views,
the court found. Faced with this conflict, the court decided to ,opt for
the Senate report @ Reference File 11. 312 p. 11), the interpretation
f~voring most disclosure.

Applying the Senate test, the court concluded that the personnel manage
ment evaluation reports were not covered by exemption 2 since they .. did not re
late to such "housekeeping" matters as parking facilities, lunchrooms, sick
leave, and the like.

Turning to exemption 5, which is applicable to inter- and intra-agency
memorandums, the court found that the government failed to make a clear
distinction between facts obtained as a result of CSC surveys as distinguished
from evaluative, interpretive, or final conclusions of the commission.

Instead, the court commented, the government sought to lump everything
into one mass to be protected and, in so doing, sought to protect too much.
Certainly, the court said, "not all of this can be characterized as part oJ:
the deliberative process."

The government, the court commented, appears to argue that the entire
process of management appraisal, evaluation, and recommendations for improve
ment is "a seamless whole" -- that it is in its entirety a deliberative pro
cess and an on-going continuous affair.

The court could not accept this theory. To do so, the court said,
would mean that the only final action subject to public disclosure would be
the action taken by the surveyed agency in the implementation of CSC rec
ommendations.

Another flaw in the government's interpretation was that it assumed

•... "".tJ:':I:.~,S~ .. :=ec':.mm~':~':1:1~n~ ....,:~~alS .:=~'::~I: ...i:~ ...~.:i.~.~~_.~.<;~.:i..~.:i.~e."...~'}.<L~~.I:~~'}.bL............ .....~_ ••..•_.
;O".,~"'~;'''~,'~o> - "tile surveyea agency.. The court poLntred out, however, that there 18 no

legally enforceable obligation on the subject agency to take any action on
CSC recommendatio~s. The court had this comment:

"Those with some knowledge of the daily functioning of the bureaucracy
may surmise that an unknown number of these recommendations'simply go into
the files and rest peacefully there, with no action which the government
would define as final and subject to disclosure ever being taken at all."

In refusing to allow a huge mass of material to be forever screened
from public view because the administrative bureaucracy never reached a
"final decision tl on management matters involved, the court said:
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REG U L A T ION S AND PROCEDURES

6..10-00 Scope
. ,10 Regulations (from Federal Re8i.,~ of 10/1/66)

·20 Patent Policy Applicable to Cancer Chemotherapy
Industrial Research Contracts

6-10-00 pCO~
"

This Chapter contains:

1. Departmentreguladons relating tp l.r!Vllntipna (a> ,made by
Department employees, or (b) rea~Hill8, fr!llD ~esea~ch,granta,
fellowship awards. or research contract. urider programs
adminia~ered, by the Dllpartment; a,rid

2. Department patent po]'icy ,approved 7/31/ S81lY th~ Secretary,
eatablishing the limit,aHona referrlld to!n section 8.7 of
the Department regulatipns for, the negotiation of cancer
chemother.py iridu.trial research ~ontracts.

6-10-10 REGULATIONS

TITLE45~-PUBLIC WELFARE
Subtitle, A--pepartll!llnt, o,~ l:l11alth,~dlJcation"

anc! Welfare,., Gllnllral; Adjninistration ,

PART 6--1NVf:N'1'IONSAND PATENTS
'(l;ENERAI,) ,

PART 7--EHI'LOY'EEINvENTIONS

PART 8--1NVEiiTIONS RESULTING FROM RE
SEARCH GRANTS. FE~SIlIP ~ARDS.

ANDCONTR,ACTSFOR I:lESEARCH

, , The following, partsal'e Del'art,ment rules and pplic1esrelating to
inven~iona,Which are made by Department employees having a, relation to
their official duties or with some contribution from, the Gover~t1t or '.

1~""'~''';'0-''''~''';0=''=;'""77'''~'"~''_A''O''~'~cO,~,,wh,ich,~,ar,;£'se.~;"f,rom"~researeb";"or,-""rela,ted;~.Jlc,,tivj"t,ie,s.:~a'ssis-te.d~7,by~;,grant8;,"",o,r",.",=""~,,""'''''=-=''''''''';'""'~~' ~,,,,";","""C~"~;;~"

otherwise under programs administered by the Departme~t.

PART 6 -- INVENTIONS AND, PATENTS (GENEIw.>

Sec.
6.0 General Policy.
6.1 Publication or patenting 'of inventions.
6.2 General Responsibility.



•:6-10-10 '~ODt 'd)
6.3 Government-owned patents; lic"usiu;;; dedication ee the public.'
6.4 Central records; confidentiality.

;\.UTH()RITY: Sf 6.0 ee 6.4 issued under lte.,rg. Plan N". of 1953.•
18 F.R. 2053. 3 CPR 1949-1953 c."np.. p' 1022; E.O. 1009 , 13 F.R. 391,
3 CFR 1949-1953 Comp., p. 29~i t.O. 10930; 26 P.R. 2583, J crR 1959
1963 Comp., p. 4~6.

i.:o;ll;C

c

56.0 ~llerll1 PolicY.

Inventi.,ns deve loped through the resources and activi.ties of .
the Department are a potential ~esource of great value to the public
health and welfare. It is the policy of the Department: .

(a)· To ~afeguar~ the public interest in inventions developed
b:(Department empl.,yees, .contractol"S and grantees with the aid of
public funda and facilities;

(b)
achievement

To encourage lind recognize individual
in research and investigetions; and

and cooperative

(c) To establish a prOCedure, consistent. with pertinent
statutes, Executive Orders and. general Government regulations, for

. the. determination of rights and obligations relating to the patent-
ing of inventions. .

~ication or paten~l?~. inventions.

56.2 general Responsibility.

The Assistant Secretary (Health and Scientific Affairs) is
responsible for the administration of the invention and patent
program of the Department and the determination of rights.i.n
inventions and patents in which the Depart1llent 'has all interest.'

t
!

I

It is thege~ral P9UcY9ftheDepartrnent ·thllt the Tesults
of Deparbneut research &hould be made widely. promptly and freely
available to other.r~s~archworker"andt"ehe public. This
availability can gener~llybe adequately preserved by the dedica
tion of a Governmene·own~d invention to che public. Determinations
to file a domestic patent application on ill',.ant.ions in which the

i Department has an interest will be made wher~the circumstances
'

I .

'....1 indicate that this is desira,ble< inth~public i~terest, and if it
is practicable to d.,s.,. l)epartll\?"t det..rminations not to apply

i for a domestic patent 011. empl()}'ee inv~lItions are subject to review
and approval by the Commissioner .,f Patents. Except where deemed

j necessar; for protecting the paten~ claim, the fac.t that a patent
i . . application has bee~ .,r may be rned will not requix-eany departure
;r~-~-------~---~~~:;~:er:-l:;~::~;~;:egarding-_thedissen.iua..c.~.Qlt_Q.Lthe~;~~llJU_() f ._.__________________________ _

I
I

GBIlRAL ADMINISTRATION Supersedes p. 2; Ch. 6-10 (TN-89) TI-155 (lO/20!6€;)
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§6.3 Licensing of Government-owned patents.

Licenses to practice inventions covered by patents and pending
patent applications owned by the United States Government as repre
sented by this Department will generally; be royalty free, revocable
and nonexclusive. They will normally be issued to all applicants and
will generally "contain no limitations or standards relating to the
quality or testing of the products to be manufactured. sold. or
distributed thereunder. . '

Where it appears however that the public interes.t will be
served under the circumstances of. the particular case l:!y licenses
which impose conditions. such as .thoserelating to quality or testing
of products. requirement of payment of royalties to the Government.
etc•• or by the issuance of limited exclusive licenses l:!y the Assistant
Secretary for Health and Scientific Affairs after notice and oPPortllt\ity
for hearing thereon, such licenses may be issued.

§6.4 Central records; confidentiality.

Central files and records shall be maintained.of all inventions.
patents • and licenses· in which the Department has an interest. together
with a record of all licenses issued by the Department. under such patents.
Invention reports .required.from employees or others for the purpose of
obtaining determinations of ownership. and documents and information
obtained for the purpose of prosecuting patent applications shall be
confidential and shall be disclosed only as required for official purposes
or with the consent of the inventor.

PARr 7 -- EMPLOYEE INVENTIONS.

Sec.
"7.0 Who are·employees.
7.1 Duty of employee to report inventions.
7.3' Determination as to domestic rights.
7.4· Option to acqu:!.refore1gn rights.
7.7 Notice to employee of;determination.
7.8 Employee's right of appeal.

AutHORITY: §§ 7.0 to 7.8 issued under Reorg. Plan No.1 of 1953.
l8F.R. 2053.3 CFR 1949-1953 Comp •• p. 1022; E.O. 10096. lS F.R.

. 391, 3 cn 1949-1953 Comp., p. 292; E.0 •. 10930. 26 F.R. 2583. 3 CFR
·1··_··············~~·~.·.· ..•··..•1252"'1263.J:omp••...P•...1l56•.••.•.••.~....•......•.•.~•.••~..•._~•••...•~.;••,~.••..•.••••~.•.~...•..•••.•••.•...'•.•.••..•..•••.•.•.••....•...•••••.••.••..••••

§7.0/Who are employees.

I As used in this part, the term "Govel:nment employee" mesns any
officer or employee, civilian or military. except such part-time
employees or part-timecons\iltants as may.be excluded therefran.by/a
determination made in writin'Z by the head of the employee's office or
constituent' organization. pursuant to an exemption approved by
the Commissioner of Patents that to include him or them would be.

Supersedes p. 3, TN-155 GENERAL AOONISTRATION

j
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:'; . )1",·10-10 CODt'cl .
. impracticable or inequitable, giving the reasons therefor. A person

ahall not be considered to be a part-time employee or part-time
consultant for this purpose unless the te~s of his employment con
template that he shall work for less than the minimum number of
hours per day, or less than a minilllllDl number of days per week, or
less than the minilllllDl number of weeks per year, regularly required
of full-time employees of his class.

Page 4
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I
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57.1 Duty of employee to report inventions.

Every Department employee is required to report to the
Assistant secretary (Health and Scientific Affairs) in accordance
with the procedures established therefor, every invention made by
him (Whether or not jointly with others) which bears any relation
to his official duties or which was made in whole or in any part
during working 'hours, or with any conttibution of Govermnent .
facilities, eqUipment, matedal, funds, or information, or of time
or services of other Government employees on official duty.

57.3 Determination as to domestic rights.

The determination of the ownership of the domestic dght,
title, and interelt in and to an invention which is or maybe
patentable, made by a Government employee While under the adminis
trativejurisdiction of the Department, shali be made in writing
by the AslistantSecretary (Health and Scientific Affairs) ,in
accordance with the provisions of Executive Order 10096 and Govern
ment-wide regulations issued thereunder by the COmmissioner of .
Patents as follows:

(a) The Government as r~ptesentcd by the Assistant Secretary
(Health and Scientific Affairs) shall obtain the entire domestic
right, title' and interest in and to all inventions made by any
Government employee (1) during working hours,or (2) with a cOlltri
bo.ltion by the Government of facilities, equipment, matedals, funds,
or information, or of tilllS or. servicf!s of other Government employees
on official duty, or (3) which bear a direct relation to or are made
in consequence of the official duties of the inventor.

(b) In any case where the contribution of the Govermnent,
as measured by any· one or more of the criteria set forth in~ara-

'!.......... graph.(.L9J-:~hj..L!.~.!;!.!e!lt..tc? ..the i~ention i~ in~';I:fficient eq';l:itably
to justify a requirement· of .assig_nt··to· t:he··GOVernme"Ut·:1of..,the····,·-:················~.. ·..·... _.".•.-.
entire domestic right, title and interest in and to such invention,
or in any case where the Government has insufficient interest in an
invention to obtain the entire domestic right, title, and interest
therein (although the Government. could obtain same under paragraph
(a)o£ this section); the Department, subject to the approval of
the Colllllillioner, shall leave title to such invention in the employee,
subject, however, to the reservation to the Government of a nonex
clusive,.. irrevocable, royalty-free license in the invention with

I

GENERAL ADMI~!STRATION Supp.rsedes p. 4, Ch. 6-10 (TN-83) Tl'f-155 (10/20/66)
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(6-10-10 continued)

power to grant licenses for all governmental purposes, such reBerv.~

tionto appear, .where practicable, in ao, patent, doiliestic or foreign,
which may issue on Buch illYention. .

(c) In applyill& ~e provisions of. parqraphs (a) and (b) of
this section to the facts and circumstances relatilll to themaldua .
of any particular invention, it shall be pres_d that an invention
made by an employee who is employed orass1gued (1) to invent or
improve or perfect any.art, machine, manufacture,'or composition of
JI!Iltter, (2) to collduct or perform research,develop8lent WQrk, or
both, (3) to supervise,direct, coordinate, or review GoverDli8nt
financed or conducted research, develop8lent work, orboth,or (4)
to act· in a 'liai"on capacity 8IIIOlI&gover_ntal ornollIovermMntal
agencies or individualsenaased in such work, falls withilr the'
provisions of parasraph (a) of this section, and it shall be pre
sumed that alty invention made by any other emploYee falls within
the provisions of paragraph (b) of this section. Either presUlllPtion
may be rebutted by a showina of the facts and circumatallCes and
shall not preclude a determination that these facts aDd circumstances
justify leavi1l& the entire right, title and interest in aDd to the
invention in the Gover_nt employee,subjectto law. .

. (d) In any case wherein.the Gover_nt neither (1) obtaio
the entire domeStic right, title aDd interest in and to an invention
pursuant to the provisions of parasraph (a) of thb section, nor
(2) reserves a nonexclusive, irrevocable, royalty-free license in
the illYention, with power to grant licenses for all BOYer_ntal
purposes, pursuant to the provisions Of paragraph (b) of this section,
the Government shall leave the entire right, title and interest in
and to the invention in the Gover_nt employee, subject to claw.

57.4 Option to aCquire foreign rights.

In any case where it is determined that all domestic rights
should be assigned to the Government, it shall further be determined,
pursuant to Executive Order 9865 aDd Gover_nt-wide regulatiolllJ
issued thereunder, that the Gover_nt shall reserve an option to
require the assignment of such ri8hts in all 01' in ao, specified
foreign countries. In case where the inventor is not 'required to
assign the patent rights in any foreign country or countries to the
Government or the Government faUs to exercbeits option within

~_"_".••".....!UCllperi()d ()ft.ime.as ... 1IlIIY' b~prOVided by r~gulations issued by 'the
i ·.coiiiDfssionei.'"of·patentit;"any"appUcaf1on"for·li"patent··which·may..b ~.•. ". .•.

filed in such country or countries by the 111Yentor or his 8881gllllle
shall nevertheless be subject to a nonexclusive, irrevocable,
royalty-free license to the Government for all'gover_ntal purposes,
including the power to issue sublicense~ for use in behalf of the
Government and/or in furtherance of the foreign policies of the
Government.



REGULATIONS MID PROCEDUBES

•
(6-10-10 cont'd) 57.7 Notice to employee of detcl1mination.

The employee-inventor shall be notified in writing of the
Department's determination of the rights to his invention snd of
his right of appeal, if any. Notice need not be given if the
employee stated in writing that he would agree to. the determination
of ownership which was in fact made.

§7.8 Employee's right of appeal.'

An employee who is aggrieved by a determination of the
Department may appeal to the Commissioner of Patents, pursuant to
.section 4(~) of Executive Order 10096, as amended by Executive order'
10930, andregulati.ons issue.d thereunder, by' filing a ",ritten appeal
with the Commissioner, in duplicate, and a copy of the appeal with
the Assistant Secretary (Health' and Scientific Affairs), within 30
days (or such longerpetiod' as the Commissioner may, for good cause,
fix in any case)' after receiving written notice of suchdetermina
tion.

Pag~ 6

l'ART 8 INVENTIONS RESULTING FROM RESEARCH GRANTS,
FELLOWSHIP AWA1lDS, AND CONTRACTS FOR RESEARCH

Sec.
8.0 Policy.
8.1 Conditions to be included in research grants.
8.2 Determination as to domestic rights.
8.3 Licenses to the GOvernment.
8.4 Option to acquire foreign rights.
8.5 Fellowships.
8.6 Conttacts for research.
8.7 Cancer chemotherapy industrial research contracts.

P~THORITY: §§ 8.0 to 8.7 issued under Reorg. Plan No. 1 of 1953,
18 F,R. 2053, 3 CFR 1949-1953 Comp., p. 1022; E;O. 10096, IS F.R. 391,
3 CFR 1949-1953 Comp., p. 292; E.O. 10930, 26 F.R. 2583, 3 eFR 1959
1963 Comp., p. 456.

§8.0 Policy.

(a> The Department of Health, Education, and Welfare each
l"-·,··_······_·"'···,······y~·a:t·'ill'··expellliiIllr··large'··sums···in'·the·1:orm··o~''Srants·~for..:.resear-eh·.······"'~'"""""'"""'." ••"'""'~"""'"••"".'"•...""'"
:j These grants are madeptimarily by the Public Health Service 'in

carrying out its broad responsibility under the Public Health Service
Act to. promote and coordinate research in the field of health and to
make available information concerning such research and its practical
application. The scientific and technological advances attributable
in varying degrees to this expenditure of public funds frequentl1
include patentable inventions. ."

GENERAL' ADMINISTRATION Supersedes p. 6, Ch. 6-10 (TN-IS)
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REGULATIONS AND PROCEDURES

(&-10-10 continued)

(b) The Department, as a matter of policy, takes the position
that the results of research supported by grants of public IIIOneys·,
should be utilized in the manner which would best serve the public
interest. It is believed that the public interest will in general
be best served if inventive advances resulting therefrom are made
freely avsilable to the Government, to science, to industry, and to
the general public.

(c) On the other hand, in some cases it may be advisable to
permit a utilization of the patent process 'in order to foster aD

adequate cOlTlllercial development to make a new invention widely
available. Moreover, it is recognized that inventions frequently
arise in the cours~ of research activities which also receive sub
stantial support from other sources, as well,as from the Federal
grant. It would not be consistent with the cooperative nature of
such activities to attribute a particular invention primarily to
.~pport received from any one source. In all these 'cases the Depart
ment has a responsibility to see that the public use of the fruits
of the research will not be unduly restricted or deDied.

(d) The following conditions have been' adopted to govern the
treatment of inventions made in these various .. types of situations.
They are designed to afford suitable protection to the public interest
while giving appropriate recognition to the legitimate interests of
others who have contributed to the invention.

58.1 Conditions to be included in research srants.

Subject to legislative directives or Executive Orders pro
Viding otherwise, all grants in aid of research shall provide as a
condition that any invention arising out of the activities allisted'
by the grant shall be promptly and fully reported, and shall provide,
either .

(a) That the ownership and manner of disposition of all
rights in and to such invention shall be subject to determination
by the ~siatant Secretary (Health and Scientific Affairs), or

(b) That the ownership and disposition of all domestic rights
shall be left for determination by the grantee institution in
accordance with the grantee's established policies and procedures,

I with such IOOdifications as may be agreed upon and specified in the
r"'~"~"""~"'gra:rit~"pfoVfaelr"tl'ie'AI;s'rstanrse<:"e£'ary··{!-Iealtn·ancfSclent1fIC'Mfafi.r···················

. finds that these are such as to "ssure that the invention will be
made avaLlab Le without um:easonab,e rest::ictions or excessive royalties,
~ .•d provided the Government shall receive a royalty..free license, with
a right to issLe sublicenses as prOVided in 18.3, under aoy ~atent
appHed for or obtained upon the invention.

TN-155 (10/20/66) Supersedes p. 7, Ch. 6-10 (rN-17) GENERAL ADKINISTlATlOR



REGULATIONS AND PROCEDURES
• •

(6-10-10' CQD~'d) (c) Wherever prac~icable, any arrangement with the grantee
pursuant to paragraph (b). of this section shall provide in accordance
with Executive Order 9865 that there be reserved to the Government an
option, for a period to be prescribed, to file foreign patent applica
tions upon the invention.

18.2 Determination as to domestic rights.

Rights in any invention not subject to disposition by the
grantee pursuant to paragraph (b) of 18.1 are for determination by
the Assistant Secretary (Health and Scientific Affairs) as follows:

(a) .f he finds that there is adequate assurance that the
~nvention will either be effectively dedicated to the public, or
that any patent which may be obtained thereunder will 'be generally
available for royalty-free and nonexclusive licensing, the effectua
tion of these results may be left to the grantee.

(b) If he finds that the invention will thereby be more
adequately and qUickly developed for widest use and that there are
satisfactory safeguards against unreasonable royalties and repressive
·practices, the invention may be assigned to a competent organization
for development and administration for the term of the patentor such
lesser period as may be deemed necessary.

(c) . If he finds that the interest of another contributing
Government agency is paramount to the interest of the Department of
Health, Education, and Welfare, or when otherwise legally required
or in the public interest, the invention may be left for disposition
by that agency in accordance with its own policy.

(d) In all other cases, he shall require thatsll domestic
rights in the .invention shall be assigned to the United States
tlnless he determines that the invention is of such doubtful impor
'snce or the Government's equity in the inventIon is so minor that
protective measures, except as provided in 18.3. are not necessary
in the public interest.

18,3 Licenses to the Government.

Page 1a.

Any arrangement or determination as co the disposition of
i •••••••••••••••~w...!:l~ht~.inInventions pursuant to 18.1, §8.2, §8.5, or §8.6 shall1·····r;qui"re·th...f·ther"·be···rEtserved·under·an}t··pat"ent: applI"catfon or pat:eiit: "

thereon, domestic or foreign, a nonexclusive, irrevocable, royalty
fre~ license to the Government With power to sublicense for all
governmental. purposes.

§8.4 Option to acquire foretan riahts.

In any case where it is determined that all domestic rights'
~hould be assigned to the GoVernment, there shall be reserved to
the Government, pursuant to Executive Order 9865 and Government-Wide

Gf.NERAL ADMINISTRATION 'l1i-l55 (10/20/66)



6.1~10
•(6-10-10 continued)

regulatiollB issued thereuncler, an option to require the· assig_nt of
all rights in the invention in all or in auy speci.fied foreign
countries•. In any case where the inventor is not required to assign
the patent rights in auy foreign country or countries to the Govern
ment, or the Government fs11s to exercise its option within such
period of time as may be provided by regulatiollB issued by the
Chairman of the Gover_nt Patents Board, auy application for a
patent which may be filed in such country or countries by the inventor
or his assignee shall nevertheless be subject to a nonexclusive,
irrevoclJble, royalty-free license to the Gover_nt for all govern
mental purposes, including the power to-sublicense for all gover_ntal
purposes.

•Pii<~:e: ~b llEGIlLATIONS AND PROCBDUUS
•

IS.5 Fellowships.

In the discretion of the Assistant Secretary (Health and
Scientific Affairs), the sward of a fellowship to a person not a
Gove~nt employee may provide for the reporting ofauy invention
made during the term thereof, and for its disposition in accordance
with the provisions of parqraph (a> of IS.l, or for its disposition
by the institution at which the research was performed in accordance
with its established policies, if applicable to such an invel\tion,
which meet the requirements of parqraph' (b) of such section.

IS~6 Contracts for research'.

(a) Contracts for research, with other. thsn nonprofit insti
tutions, shall provide thst any invention first conceived or actually
reduced to practice in the course of the performance of the contract
shall be promptly and fully reported to the Assistant Secretary (Health
and Scientific Affairs),for determinstion by him as to the manner of
disposition,of all rights in and to such invention, including the
right to require assignment of all rights to the United States or
dedication to the public. In the exercise of this power he will be

. guided by the policy specified in IS.2 with respect to grants.

(b) Contracts for research with nonprofit institutions shall
cOnta!n prO-visions as in paragraph <a> of ,this section except that,
if it is determined that the institution's ~icies and procedures
are acceptable as meeting the requirements of IS.l(b) with respect to
grants, the contract may provide, with such special stipulations in
the contract as maybe deemed necessary in the public interest, for
.leaving the ownership. and disposition of all domestic rights for
determination by the contracting institution in accordance with such

IS.7 cancer chemotherapY industrial research coptracts.

Notwithstanding the provisions of IS.6, the Surgeon General
in the negotiation of contracts with other than nonprofit organiza
tions for the cancer chemotherapy research program shall be subject
only to such limitations and alternatives as the Assistant Secretary
(Health and Scientific Affairs) may approve for such program.

1'1H55 (10/20/&)
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S8.8 Screening of compounds generated under DREW grants and awards

(a) General Policy

(1) Chemical compounds having potential medicinal and other utilities are
often synthesized or identified during the course of research financed under
DREW research grants and awards, Reporting, filing patent applications on,
and determining ownership in'inventions relating to such compop~ds pose prob
lems .which require special attention. After a compound has beensynthesized,
it generally will not constitute a patentable invention under the patent laws
of the United States until a specific utility for the compound has been estab
lished. It is the policy of the Department that all compounds synthesized or
identified during the course of grant-supported research should be adequately
screened and tested in Government or nongovernment facilities in order that
all possible utilities maY,be ascertained and that any promising compounds
may be fully developed for widest possible use,' The Departmentencourage~

the utilization~ whenever appropriate, of the screening services of the Cancer
Chemotherapy National Service Center and the Walter Reed Army Institute of
Research.

(2) It is the policy of the Department notwithstanding anything to the
contrary under patent law of the United States or req...irements of U.S. Patent
Office practice, to acquire no ownership rights to inventions claiming novel
methods of using compounds, where such use inventions. are first conceived and
reduced to practice solely by the screening Or testing,organizationwithout
the use of grant funds.

(b) Screening performed with use of grant funds

Where nongovernmental facilities are utilized for screening .services
to be performed and paid for by the grantee (as used in this section, the
term "grantee" refers toawardees.in addition to grantee institutions) with
grant funds) the gran~ee shall obtain an agreement with the screening organi
zationprovidingthat the screener shall promptly report to the grantee the
detaih of any positive findings of utility for the compound and that all
invention rights relating to the compound and its utility "hall, as between
the.' grantee and the screener, vest in the grantee. Upon receipt of: such
report of positive findings, the grantee shall promptly forward copies to

, DREW; Ownership of all invention rights to the ,compound or reported utili-
i,"·_~-~·~_·~~···ties..s.hall..be.~subj~ctt(Lth.e!lisPositioP,\ly.theA.'!'t~!J,s,.!!,t~~e£,t;ets,;:Y.....~ijel'.U.L ...~....•.••.••.•

and Scientific Affairs) as provided by the terms of the grant or award in
accordance with Section 8.2, except that where the grantee institution bas
entered into an Institutional Patent Agreement with the Department pursuant
to Section 8.1(1.1) above, ownership of the invention rights shall be in accor-
dance with the ,terms of that Agreement.

(c) Screening performed. without the use of grant funds

Where screening is to be performed at nongovernmental facilities
without the use of grant funds, the grantee may proceed to have compounds
screened under one of the following arrangements:

GENE&\L ADMINISTRATION
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(1) Institutional Patent Agreement -- Where the grantee institution
has entered into an InstitutionalPatentAgr~ement with the Department under
S'!!ction B.l(b) of the Department Patent Regulations, the grantee shall enter
into an agreement with the screener which shall be consistent with, and will
permit the grantee to fully comply with its obligations under such Insti tu'
tional Patent Agreement. The agreement with the screener shall, as a Dlinimum,
provide that ownership of patent rights to inventions resulting from the
screening process' shall vest, depending on the law of inventorship, in the
grantee, the screener, or both,e:M;cept that such agreement may leave to screen
ingor t'!!sting organiZations ownership rights to inventions claiming novel
methods of using compounds, where such use inventions are first conceived
and reduced to practice solely by the screening or testing organization with
out the use of grant awards,. The grantee shall administer all invention
rights to the compound and all other invention rights vested in the grantee
in accordance with the terms of the Institutional Patent Agreement.

(2) Patent Agreetnents for Screening -- Where an Institutional Patent
Agreement is not in effect, the grantee shall enter into an agreement with a
screener to govern disposition of rights to inventions resulting from the
screening. Such agreements shall be in the form prescribed by or as may lle
approVed by the Department arid shall be conSistent with the policy set forth
in (a);

(3) Determination of Invention Rights Prior to Screening -- Where a
grantee has n~t entered into an Institutional Patent Agreement, it may, prior
to making arrangements for screening, petition the Assistant Secretary (Health
and SCientif~c Affairs) r~questing a determination that inVention rights per
taining to an identified compound be assigned,to the grantee for administra
ti,m,pursuant to ,the provisions of Section B.2(b) above. ,Determin<;itions
under Section B.2(b) normally permit the grantee to grant exclusive 'licenses
for a limited period of time. Such petition must demonstrate that an assign
ment,is,required in or~er to achieve'effective screening of ,I:hecompound and
any resulting inventions will thereby be m,?readequately and quickly developed
for widest use. .

GENERAL ADMINISTRATioN
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6-10-20 PATENT POLICY APPLICABLE TO CANCER
C!lEKlTHElW'Y INDUSTRIAl. Blf..ClEAIIlH CONTRACTS

A. General

1. The cancer chemotherap:r program of the Public Health ServiCe il!l
an intensified effort, with epecial appropriationl!l _e available
u:o:l.er a Congrese1onal directive, to explore exhaustivel:r am
rapidl:r the potentialitiel!l of chemical cCllllpoundl!l in the control
of cancer. Because of the peculiar exigencies of this progrea
1lDi. in order that the resources of pharmaceuticd am chemical
firms ma:r be brought to bear with a miD1Jllulll of delsy, certain
exceptioDII to general Ilepar'bDentpolicywill be permitted in the
negotiation of industrial contracts for this progrsm. .

2.' ID:lustrial re".arch contracts for this progrsm ma:r contain
either:

a. tha etemard patent clauees, reserving to the Surgeon General
the right to dete1'lll1Jle the diapos1tion of inventions arising
from the performance of' the contract or, in lieu of' such
right,

b. staniard alternative clauses leaving the riiht to pa't(.nt IlDi
exploit such inventions with the contractor, subject to
certain limitations deemed necesl!l&17 to protect the pu\)1ic's
interest in the results of the contracted research.

3. Department polie:r concerning the negotiation aDd operation of the
alternative clauses:

a. Contract !!'AAtiationel The alternatives indicateclwill be
lIIllde available in the negotiations with all contracting
cO!!!pwel! without discrimination.

b. Public interest: The operation of these alternative claull8S
will be closel:r reviewed to al!lsure that the following basic
objectives are maintained in the public interestl

(1) The availab1lit:r of inf'ormation concerning the resulte
"·~"_""·'~'~""''r",~"_,=-,~Vk'C,w~,,",,._",,~y,;,,,~~;'~"""'"~'''~''~''''"~'M,~Ef";;,_~!!,!t~",_,~,,,~l!!~.!~~~tL~,,~!~,o~~~~fl_,~elar' ~ make

. disclosures to the eXtent; essent1alt4:1serve·"cth:eW"re'l!I.arch·_·,""···,"········"·_·,'t~"'""""

need;

(2) The avallabilit:r for developlll8nt aDd Ulle of health
purposes, on reasonable terms, of inventions arising
fran the research contract, \/bether actual developlll8nt
am production is to be made b;y the contractor himeelt
or b;y others; IlDi

GENERAL ADMINISTRAT J.uN supersBdi>a page 8, Ch 6-1(' (TNOO15) 1&-21 (7/3i/58)
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(3) Sustained concentration on the anti-esncer objective at
all rasoUrces lIIOlrl.'I.ill8d tor thB p1U'POIl0. at the
contfact.

c. JAmtract0'rI!!intereA: ~he Surgeon General or hi. repra881!1
tative. IIball u1nta1n Clo88 cOneultatiODil with the contractor
cOD081'J1ing queations attacting the pUblic need tOr the
producti of 1n'Vllntiona which are .ubject to the lWtatiolll
prellCribed in the alterDBti"" clau88s tor the protection at
the public lnterBstwith raapectto their aupp17, price, am
'tU8lit;y. The objective at thel8 cODllUltatioDIJ shall be to
promote a mutual avarell8as of such utters in order to assure
to the contractor (unier hia right toe:llPloit the invention)
an opportunit;y on hiaown 1n1tiath8 .to take auch 8Otiona
raprding theln as he believe" would be in hia am in tha
pubUc interest. '

·~:ar;~a::crr~~~~oDJ~~~o~~::rcieV::":= ::.~~
t,0'F purposlita at ral8$I'Ch) to he perto~ .b,rtheI.'OIIP~ (with or
~~t provision for INbcontracting), the contract, as on alterDBtive
to,~ ataMud patantclawsea, JI61 prov1de tor leanng to the c_
~rac~or the rigbttopstentam e:llPloit IIIQ" invention cOD08i_ or
r1rat8Ctuall7~ucedto practice in tbIl cour.. at tba performance
ofthi contractll\1bject, hovewr.to tbe follov.1lll11ll1t.ationa wh1ch

..~ de'-lI8oeaaar;yto protect tile public intjlreat:

1. "l!tpqrt1M~ . ~81118nt.tbat, the contractor.will report prClllP~ to
thBSurgeOD08neral~suCh in'Vllution am will also raport
prCIIIIPtl7. the tUing or IIIQ"dOlllestic or r9raign patent application
thereon qr.hia elec1'.ion not to rp,esucheppl1cation. Invention
Report. .ahall be requiredatter. tbe .CODCltption or tirst 8Ctual
reduction to practice at 88Ch invention that reaaonab17 appeare
to bepat8n't.!able am, in IIDI' event, as .oon as 8tlI ev1denoe of
ut1lit;y haa been dewloped (whether in a health or other field of
WIll ) •

B.

,.j

1
I

.,

I 2. Pi!!l!l0l!Un. Reservation to tbeSurgeon 081181'81 or the right to
1 IIlIlke diBclolN1'8 at thli in""ntion, vheuewr he de8IDs it in the
,~ public interllst, atter, te!r1ng into conaide1'8tion a rauonable
',' apportun1V to the contractor to ,protect INch rights as ha JI61
" baWl in the invention. The contract fII&'I apeo1t7 that such dia-
i " , ' closure ehal.l DOt in~ CBlI8,without the conaent or the ,
.,--~---,-----_w_---------------_,..contrac_tor,_,_he,,_!Mde_,_j,n._J_!!!!Lt~_.s~_,!!<'!1!ll!'_.f.~,_ the, t1me the

Surgeon Geueral determ1.nes the in'Vllntion va. or -.lI(i1i"r-lii.ft-liiiilr~--'-- M~ '_-

reported.
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(6-10-20B continued)

:3. License to the GoverUlM/!lt. llaservation to the Government of an
irrevocable, nonexcluslWI, royal ty-f'ree !icenae to practice or
cause to be practiced, by or for the Government throughout thE!
world, each subject invention (whether patented or unpatented)
in themanuf'.acture, usE! cr diSPolilitiol1 ..ccord~ to law of 8.1V
article or material or in tqe nee of ~ ~thod or procesa.

a. +n rllco~ti()11 ()f t!?-l! GOV!lr~l!l1t '. il1V!ll!t!l!lill1t aM the public.
interest ~11 tperelN.1.ts ()f col1trllCltf<! r."earCh, qrell!ll8nt
t-hlil~ ~~V!lr, subsequellt to tlll! cOl1tractor IS fUing of a
Pat~mt "Pp+~c~tiol1i'or ~ itlYl!llt~()11 q~l1q..i vlt!i or first
act~ly redUC'd to practice in ~lle c~.e or th, psrro~ce
()f a contract, the $Ir~on Cie~ral, #'t.itr 0~1Di!l~ and .
cons,id..rin~ thea!:h'i.-:$ of euch ~viaC)rr ~i..s,C)r c011!Ult
ants all! 'hs deelll!' appropria~ alllic~t!tl1t~n,.aFQUtld to
belis"'! that lIuch il\ve!lt~on, 1oIIll!tll..r l'll+..tecl. 1;<) .. p~uct,
prOCllsS, or 0thllndllS, is at ~c;h a~ ofd.."'!tClplllllnt thllt
if it ~rll more ~l\IIrall7 !!~ilabl, ~t WOJ1!4 ..!!ll'..t a h$alth
ne!!d and tllat the p\lblic ~tE!re..~ ~1I~ re~:l.1'l!I.~ inV!ntion
to 1:lll lilvailabls f()i' h..lI1th purpo..es tootll.l!rll ~~ the co~

trlilctor and hia licell!iells, lle 1!lB.11 ..0 I'lOt~ .~ contractor,
liIi'1!l8 reaes0nll tperet0r, and' re~st l!1D!, .'!'~~I1 •• time
lIPec~ied, to take lIPPropr i ate !!t!tPll tc) lil!t"ttlje Pllbl i c I18l1ld,
which~ include the. isSuance of Uc;enllllS ~ ~dit1onal
m,anutacturers or tbEl contractor IS QI.IIl ~lection. (Such re-
questa shall be lI11Pplel!l8ntar;r to I!Il.1ch i~o¥ consultations
betWllen the Sur~on Gener!!l or his l'llpreSsl1~U'. aJld the
contractor as !lB.V!l taken pl..ee ~ ..qcC)rdl.l.!JCl!' with tbll provi-
lI~OJ!,llot IIIIctionj,.:3c ..b!;lV!l.) ..'

b~ ~, 1lp()n ellpir..tiol1 ()f the tip! lIPllc1tied, ()J' II1.1cll e~~10Jl
tb~reor as appro'V'8db,y the ~~C)n Gem%#, ~~ &l.11"gElon
(Jeneral tinds that the contractor hi!.s tailEd to tak8 appro
priate steps adsquateto met tlle PllbHc ~llCi, he .hall
Ilot if;r the contraotor, vith ~sonll therefor, that at the .rId
or 90 dqs trQlll liIucbnoticEl he ~l~e~J'c:l~~ the rililhtlil
llPl!cif~!!4 below. . It wi~in 20 dll,7li1 tJf· re~!,~pt or II1.1cll notiC!!
the cO!ltractol:' tails to tll~ .. writte!1re~~t f()J' .. helP.:t1ne

'-'-~"'~---'""-'---~"-.e-llro'4ded:be]:ow.-the~Su.rgeon-(len,ral~ ..p!1'-1lpOll:'c.xp1:flit':l:oi"'"-"-"----'-"""~"""'-
()fthe above 9Q..da7 period have t.be right I '

)J With respect to supply. quaJ} ty, or price
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{l) to dedicate to the publ',c all x'ighte in the inwnt.ion
yor;

e.

(~,) to issue {un:ier or ill anticipaUon of the il81W1Ce ot
8Ilf 81leh patent)nonexclueiw, royalt1..rree liceIl8llI
(for practice ot the invention for alIJ health purpose)
on, a nomiscr1minetory basis to all qualified applicants
to use, manuf'acture and lell embodi,nents ot the in'fllD
t10n for 8Ilf health purpose. 1/

It, within 20dll1s ot receipt of' notice, the contractor filel
sllch re.:jUestfor a hearill8, the Surgeon Ge'neral, or a repre
sentative or representatives designattd b,yhim for thil
pose, lhe.llafford the contractor a reasonable opJlortuJiU.1~
~ heard, to be represented by counsel, to prie8tlnt
nent i¢'ormation,aiX! &rgqDlflnt, a4'! to atQ" otber ,iDf'maa-
t.:.o,;~" i.e considered in reach..l.rJg a aeciBion.The tindinp
the Surgeon General or 81lch. representatiw{e) 8ball be in
wr1tini"lIha1l ~ based 80lelf ,onthil mate,rial pl;'ssented at
the heror1n8, au:!. shell berinal all! b1u:l.irIJ on the contractor.
It the Surgeon GeneralIs decill10n based on these t1u:l.1np ~
that the oontractor has not met the public need all! that

,public dedication or edditional Ucenein8 111 the Surpon \ "
General is ,necessal7in the public interest, he .7 eoded~
cate or license,etrective at the eu:!. ot the abc~~ed
9Cl-dq period or at the concluaion ot the hearing, wbichewr
1.& later.

·5. CQntff.c;tor l , . doy!'ng3n. t 1on m?t'-to patent-Nlv,·to pur""
'ppl1oatlon.Agl'$ementthat in the e.."nt the, contractor electe,
within a period (not to exceed six months after the inftntlon

'vas or should haft been reported) sp.ecified in the contract, not
to file a patent. applicatlonon the ~vention, or, havill8 elected
to rile th8reatter tails to file .m diligent17 prosecute ..
patent applicatlon,the Surgeon General, when he deems it necell
1lia1"1 in order to protect the .vailabillt7 ot the invention for
Malthpurposes, shall he:'111 the right to require the assignment ,
to the Govermnentot all domestill rigl1tstberein except for tile
reservation of a nonexclusive l;'OJalt1-r,ree licenee to'the
contrallter. .

JJ SIl"h dedication to be ert'ective against the contractor am any persona
claiming from him upon filing by the Surgeon General 1o/i th tl1t CCIllIDis
eioZl8r of Patents of notice ot same. .

')./ Eitber ene or both of these alternatives· shall be ,8peeif~,,l(\' I,n t.he
~nr} ",2"a.~~ +..

1'N..2' .' '/31/58) ,Supersedes page 11, Gbapter 6-10 {TN-l5}' GENEllAL ADMINISTIW IOi
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(6-1Q-20B continuesi)

6. FOreign Rights. Similarly, ag"'eelll~nt that if the contractor fails
to file, or elects not to file, foreign patent applications which
the ~geon General determines are necessary to protect the avail
abilitY' of the invantion for health purposes in other countries,
the Surgeon General ma:(require the assignment of the foreign
rights.

7. Renegotiation on new leads. (Such a provision not mandatory).
The contract may provide that if, in the course of the performance
of the contract, the contractor identifies allJ' new lead which it
wishes tp develop· at its own expense, without utilization of faci
lities financed by .. the Government, t~ Surgeon Oeneral ma;y, when
he deems it. consistent. ~rith .a..ven.cement of tho l'fI.search purposes
of the Government, rel18gotiate the application of the patent pro
visions of the contract to such .new lead. Ar11 modification of the
terms of the contract IIhellbe upon Buchconsideration (which l:IIq
be ueedto. reduce the obligation of the .Government umer the con
tract) as the. Surgeon General may deem equital:lle umer the cirC1llll
stances, ..after taking into c.onsiderstion the extent of the invest
ment of the Govs!"llll1ent in relation to the probable cost of further
development. . .

C. Contracting l.l1th suppliers for screening and testing only.

1. lohen a compallJ'· furnishes, for controlled sCreening and testing
only, compounds or products not otherWise available to the Service
and in which the compar11 has a propr.ietary interest, the contract
ms.y provide that all rights in the. compound or product "hall remain
in the company. It. may additionally provide .for confidentiality of
the results for a limited period.af''t!'Jr the completion of the screen
ing process a.nd the report of the results by the Service to the sup_
plier. Suchperlod, as to rellUlts desJDed significant for the re
search purpose, shell not exceed 12 Dlonths.

2. Whcnthe.sereen:l.ng en'! testing of compounds obtained fran the sup_
plier under such a contrj!ct is earrhd out by an .outside laboratory,
the contract of the Service with the laboratol"Ywill contain provi
sions to safeguard the rights of the supplier under its contract
with the Service.
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D. 1n!!nti9n!! bz MeN _1m",. IJmIntions made by Federal. ::~:I::'
or by Federal. nplGf8e. jointly with other., are IlUbject to 41
tlon Wlder tlpp11eablll "cuti!! Order. aDd Departllllnt l'8plaUol1l.
Appropriate reterence to thl. requirsent ¥ill be lIIIIde ia .....cticm
with contraot. with IUppli.rs of ch8mical callpOWld. tor U88 ia
rollUrOh to be cOIDucted 111 the SGmce, aid cOilvacte torro8M1'dl
aDd deftl~nt ia vh1ch Federal. nplo,.•• _y in ~ W&i partici
pate.

I. ftnsJs=mmd 1!Itt!l't. or rishY. lfotbilli in thi. policy .tatellllln't ehal1
be de.. to lUdt the authorit,- or the lllrpon o.Mr81 to MSOtlate
tor a 11c._ or other riabt. Wlder .xl.tilll pateDt.. or iavolv1Dl the
u.. at patented or unpateDlecl. OClqlGUlld. or prOoe...., .. blellq.$Ielll
Mcee8U7 tor the ert.ot!!! proe.cuUon or tbe clDCercbnDtbeNP7
prosraa·

TH-21 (7/31/58)
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