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This is a decision on appeal from the finalrej

of claims 1. and 2 and from the examiner's refusal to allow

claims 4, 5 and 8 through 12, which were substituted
, ..-

finally rejected claims 3, 6 and 7 by an amendment filed on

November 9, 1.992. Upon reconsideration the examiner has

claims 8, 9, 10 and 1.2, hence the appeal· as to these claims
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dismissed. Only claims 1, 2, 4, 5 and 11 remain for our

eration in this appeal.

t
I.

consl..d-
1

Nov.
Aug.
Feb.

(filed July

4,552,344
4,946,008
5,085,297

al. (BaUer '008)
al. (Bauer '297)

examiner as evidence of obviousness are:

Johnson
Bauer et
Bauer et

I
Appellant's invention relates to a friction damper.! An

I
I

adequate understanding of the invention can be had from a reading
i' -

of claim 1, which is illustrative of the subject matter on appeal
i

and which reads as follows: I
1. A frictional damper, in particular for waShing I

machines with spinning action, comprising a substantially cir~u

lar cylindrical housing (1) and a tappet (2) which is coaxially
displaceable inside the housing (1) and extends out of it wit~
one end, another end being provided with an approximately cylin
drical friction piston (13), the friction piston (13) having at
least one approximately circular cylindrical support segment (18,
19) and bracing flanges (14 to 17) radially extending beyond the
support segment (18, 19) and axially limiting the support se~ent

(18, 19) at fiXed distances, a friction coating (20, 21) madeiof
an elastically resilient material being disposed on the support
segment (18, 19) and between the bracing flanges (14 to 17) and
being elastically pressed against an inner wall (36) of the i
housing (1), and a grease storage chamber (23, 23') being formed
on the friction piston (13), wherein the grease storage chamb~r
(23, 23') is formed internally of the friction piston (13) an~ is
connected by way of at least one grease channel (34) axially I
spaced apart from the friction coating (20, 21) and the support
segment (18, 19) with a grease chamber (22) formed at the out~r

circumference of the friction piston (13) at a location space~

apart from the friction coating (20 , 21) by at least one of t~le

bracing flanges (14 to 17) and open towards the inner wall (3$)
of the housing (1). I

r
!

The prior art references of record relied upon by t~e

I
12, 1985

7, 1~90
4, 19,92

H, 1190)
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103 as being unpatentable over Bauer '008 in view of Bauer

Claims 1, 2, 4, 5 and 11 stand rejected .under 35
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f
UjS.C.

'297; .. ,

Johnson.

view of Bauer '008.

and also alternatively as being unpatentable over Bauer '297!in
l

I
Claims 1, 2, 5 and 11 stand additionally rejected under

I
35 U.S.C. 103 as being unpatentable over Bauer '008 in view df,

i

j
Rather than reiterate the examiner's reasoning forI

;

t
these rejections and the conflicting viewpoints of the appellant

I
and the examiner regarding the rejections, we make reference\to

t
pages 3 through 7 of the examiner's answer and to appellant'd. . 1

.' }

main and reply briefs for a complete exposition thereof. I
t
}
I
l

OPINION i
[

In reaching our conclusion on the obviousnes~issuels
t,

. : r

raised in this appeal, we have carefully considered appellanti's
i

specification and claims,. the applied references, and the re~pec
I

tive positions of the appellant and the examiner. uponevalda~
1-

tion of all of the evidence before us, we make the determinatiion
\

that the evidence adduced by the examiner is insufficient to']
\

establish a prima facie case of obviousness of any of the cl~ims

1
on appeal. Our reasoning for this determination follows.

i
I
fs
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The law followed by our court of review, and thus

this board, is that

!
frictiqnalIn the present case, Bauer '008 discloses a

t
}

damper of the general type claimed by the appellant, but witn a

tution or other modification.")

grease storage chamber or reservoir (22) in the form of an

annular groove formed in the outer wall of the friction

(13) at a location spaced apart from the friction coatings

(20, 21) by at least one of the bracing flanges (15, 16).
f

s~e

Figures 1 and 2 of Bauer '008 and column 2, lines 40-51, the~eof.
;

As the examiner has recognized,. Bauer '008 lacks a grease stqrage
I

chamber formed internally of the friction piston and a greas~
j

channel axially spaced apart from the friction coating areas IOf
I

the piston and. in communication with the grease chamber (22) ~n

i
!
i

-4-

:;;-~e:;~'.""""-"'.'.. '~' r~
j-

-t



~
,'"7":'\.

!""'¥

Appeal No. 93-2635

I !

!
1;
,I

I
I
I

the outside surface of the piston, as set. forth in appellant1s

claims on appeal. To overcome this deficiency in Bauer 'oosl the
I

examiner turns to Bauer '297 and notes that the friction damper
!

shown therein discloses a grease storage chamber (23) of comgara-
- . '... . . . .j

tively large volume formed internally of the friction pistonf(13)
I

and grease channels (34, 42) to connect the storage chamber ~ith
1

the surface of the friction coatings (20, 21). In the examinJr's. I
view, the Bauer. '297 referen.ce

suggests to one having ordinary skill in the
art the desirability of having a reservoir,
or storage chamber, to provide a 'compar
tively [sic, comparatively] large ... volume"
of lUbricant .for the same purpose intended by
the applicant (Answer, page 4).

I,

The examiner concludes that with "the motivation" found in BJuer
I

'297, the person of ordinary skill in the art would have four.(d it
!

.. I
obvious to have provided Bauer '09S with an insertbody.formijng a

. . I ..
. ,- . .... ( -

storage chamber within the piston £or storage of a comparati~ely

r
large volume of lubricant to be communicated through at least! one

- I·

grease channel with the grease chamber (22) therein.
I

What the examiner fails to recognize is that Bauer 1'297

is an improvementuof Bauer.'OOS and .includes all of the strudture
• .,' .. ... ':' . '. ,," :1

f
found in Bauer ' OOS. Note column 1, lines 2S...36, of Bauer '2197

I
and see the grease chamber (22) on the outer surface of the .

j

friction piston and the extension tube (37) shown in Figure 21 of

-5-
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}
Bauer '297. Thus, in our view.what.thepersonof ordinary sklill,

1
in the art would have been led. to do.by·theteachings of· Baue!r

1-

'297 is merely to modify Bauer 'OOSso.as. to arrive.atexactl!:Y
. ,- '." ,-,,".- .. "')

that which is shown in Figure 2 of Bauer '297, and nothing mdre.
t

There is clearly nothing in the combined teachings of the two\" . I
applied Bauer patents which would appear sufficient to sugges~

I,
to one of ordinary skill in the art the particular modificatibn

I,
urged by the examiner in his rejection•. We find this to be the

t
case whether we look at Bauer '008 in view of Bauer '297 or v[ce

1
f

versa. Since we find nothing in the teachings of the applied!
t

prior art itself which would have suggested the claimed sUbjekt
!
I

matter to the person Of ordinary skill in the art, we are conr. .. . . I
strained to reverse the examiner's rejections of claims I, 2,14,

. I,
I

5 and 11 J,lnder 35U.S.C. 103 .baseCionthe BaJ,lerpatents .
. .... , ',,-.,

We turn next to the ex~mirier's rE;jectloriof claimsl,
- j:
'·v·

2, 5 and 11 under 35 U.S.C. 103 as being unpatentable over Baker
':,':' ,-'.-:.,',', -'::'-',' ,"",:,.-: f
u,: . <._ .... '/

'008 in view of Johnson. Like the appellant, we find this f

rejection to be deficient because we perceive no teaching, !
t'

suggestion or incentive in the applied references which wouldl
-I

have made obvious the examiner's proposed modification of Bau~r
- .' q

t

'008. Bauer '008 relates to a.frictional damper which provid~s

t
grease lubrication, via an external grease storage groove (22~,

.:--:_---_':'~,.,. . '. - --. .', . J
for the frictional" coatings (20, 21) thereon. Johnson, on the

1

-6-
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psi above the gas pressure in gas spring (60).

chamber (82) within piston (62).

other hand, relates to ahydropneumatic suspension unit which!
. -' .. ,',' J

1

includes a single chamber gas spring (60) for supporting a I
1

portion of the sprung mass of the vehicle (10) therein, with ~
j,

barrier fluid sealed piston (62) in a cylinder (64) cooperating'. " '. . .'. ', .. ' .. " .' . I
with the road arm bore (130) to seal the mechanically operated

j
i

gas spring. Seals (66, 68) located adjacent respective endspf
I

the piston (62) on the outer surface thereof define an oil sp~ce

f
(94) therebetween. This space is in communication with an oil. . I

A spring loaded piston (96)jis

provided in a bore (98) of piston (62) and operates to pressukize
f
I

the oil in chamber (82) and space (94) to a level which is 13P
t

While such oil
t

does lubricate the seals, its main function is to I
preload thei

1
seals so as to prevent escape of gas from the gas spring (60)~

I
As Johnson notesincolulllr13, lirtes62-64

[s]ince oil exposed seals are easier to seal
than seals exposed to, gas the resultant bar
rier fluid piston definesa·superior.dynamic
gas sealing system.

While these patents do individually show certain

I:
I
J

:t,
:f

!
generalized structural aspects of the appellant 's o.LeLmedvLnverr-- .- i
tion whenconsidered.at a'simplified conceptual level, as thel

!
examiner has done in his rejection at pages 5 and 6.of thean$wer

. . . '. . . I
by relating both of the applied references to.lubrication ofa

-7- I
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piston sliding in a cylinder, when the Bauer '008 and

f

JOhnsoA

teachings are .considered collectively, it does
f

not appear to ~s

)

t
I
J
Icasei,

f
-t-

I
I

In the present

See In re Warner,deficiencies in the factual basis.

379 F.2d 1011,154 USPQ 173 (CCPA 1967).

combining Bauer '008 and Johnson in the mariner proposed. by

absent appellant's disclosure,' we see no cogent reason for

that the invention is patentable, resort to speculation,

for the rejection he advances.

that they would have, .by themselves, suggested their combinat;ion
1,

to a person of ordinary skill in the art, as proposed by the!

examiner, so as to yield the particular frictional dampergrgase- . . ....'.'. ..'.. I

lubrication arrangement defined in appellant's claims 1 and ~1 on
1

appeal. The dissimilar objectives and environment of Johnsorl as
!
1

compared to Bau,?r '008, coupled with the lack of any teachingj or
. \

incentive in the references themselves for making the modifida~
I•... '. .. . I

tion urged by the examiner, leads us to the conclusion that tlhe
i

rejection is not well founded. I
1

A rejection based on §103 must rest on a factual b~sis,,
j

with the facts being interpreted without hindsight reconstrucfion

of the invention from the prior art. In making this eva.luat~on,
. I,

the examiner has the initial duty 6fSllPP1Yingthefactualba~is
j

He may not, because he doubts}
I

unfounded assumptions or hindsight reconstruction to supply

t-

-8-
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f,
I

the examiner to. arrive at .appellant's claimed invention. !
ACiord-

ingly, we will not sustain the examiner'.s rejection of claim~1,
'{

.. .. . ',-,' .. - .1
2, 5 and 11 under 35U.S.C.103based on Bauer '008 and Johns,on.

1
Based on the foregoing, the decision of the examine1r is

{

reversed.

REVERSED

~~r;;n~l
Examiner-in-Chief

c-to·t.~ e:~~
Charles E. Franki~i-t· ••••
Examiner-in-Chief

k,-,-v ""p' ~;-LawrenceJ. c.§taab
Examiner-in-Chief

Browdy and Neimark
419 Seventh Street, N;W.
Washington, D.C. 20004
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