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Mr. Sava V. Kulhavy
Dipl.-Ing. S.V. Kulhavy & Co.
Postfach 1138
CH-9001 st. Gallen
SWITZERLAND

Re: Walter KASER - App1n .. No. 09/308,909
HOUSING FOR A DISK-SHAPED...
Your Reference: P2158pct/us SK-mr
Our Reference: KASER=l

Dear Mr. Kulhavy: I
t

, Enclosed with the confirmation copy of this report isl a
. copy of our September 25, 2000, response to the Examiner's May I

25, 2000, Official Action on the above-identified application. !
This response was prepared in accordance with your September 19~

2000, instructions. I
I

As you will note, we cancelled claims 1-10 in favor o~

new claims 11-29. We did not use the claims you provided becau~e

they did not meet U.S. format requirement (they would have been!
rejected under the second paragraph of § 112) and from our revi~w
claimed the invention too narrowly, i.e. many of the claims I
described structure in such fine detail that they could be easilY
avoided by a change in shape. In comparison, new claims 11-29
are as broadly drafted as possible.

Unfortunately, we were unable to determine from our
review of the enclosed claims what you considered to be the .
primary inventive features distinguishing the invention from th~
cited prior art. We thought that the feature of the stand (5) .,
being narrower than disk (4) and being spaced above base (2) waci
clearly one of the primary inventive features and focused on th~t
in new independent claim 11 and argued in the rebuttal of the I
prior art that this was not shown. We added other features in I
the dependent claims.

~



~

If you believe that we have not included all the
features the client wishes to cover, we are still in a pos
to add claims before the Examiner acts. However, if you wish
to do so, please advise us generally what these features are
we will draft appropriate claims. We believe that this is the
most economical way to proceed and suggest that in future
that, rather than providing us with new claims structured
to those provided in this case, you simply list the primary
inventive features distinguishing the invention from the prior
art and permit us to place them in appropriate claim format.
This will save us time and be more cost effective.

If we can be of any further assistance, please feel
free to contact us. Also enclosed with the confirmation copy
this report is our debit memorandum for services. Our debit
is somewhat higher than normal due to the need to first analyz
your proposed claims, but does not cover all the time expended

Sincerely,

Norman J. Latker
Managing Attorney

NJL:dr
Enclosure

F:\,K\Kuhl\Kaserl\ltr\letter27sepOO.doC
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SWITZERLAND DEBIT NO. 82J14

To:

To:

To:

NJL:dr

Re: Walter KASER - Appln. No. 09/308,909
HOUSING FOR A DISK-SHAPED ...
Your Reference: P2158pct/us SK-mr
Our Reference: KASER=l

Services in connection with preparation
and filing a response to the Examiner's
Official Action dated May 25, 2000, including
review of application, cited references
and instructions amended specification,
abstract, drawing and claims, remarks
rebutting rejection, and written report

Government fees for extensions of time
including Browdy & Neimark surcharge
for advancing payment money

Out-of-pocket expenses, including
copying, postage, and miscellaneous
expenses

TOTAL:

1
$910.po

I
$ 60.pO

•

j

$ 25.00

$995.!O

Cc~ S1,~C)

(j)~~' S, \cC)
Pb9-.. ~ ~, lob

~::;c..~S,OI::)
~()J;< $ Co ,CO

p"Sl i£'2,q5~00

r~lSIOO ,
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the results obtained are shown~

I .
y inferred by the cited prior art ~hich

'~

the invention.

. I
II i4 .. } .~. ,(. (~...~ "."~.;
fV~- 'V~;n,eJ-.lI!~

satisfactory), the Exam~ner ha,1~ot

~... /ff'"
the various elements from whicnla

. (/Ie ~ ~( ('
I

parte Haas, Connelly, and Van Voorhie!,

I

I
Dere, L18 USPQ 541,4 and Ex parte Krantz,

r-,~(L ~....c.,\.. }. 11 'f V:i r II If7/1 v~ (.:17 I n~ .

''''Why the examiner s ta tes that
the particular features of novelty,
which give' results that the refer- I
ence device cannot give, are arbitrarYl
we cannot understand. Changes yleld-I
ing new and improved results are neverl

.j

arbitrary. They are made for the I
purpose of yielding the new and im- i
proved results. When novel featureS j

yield novel and useful results, al
. <

basis for patentability is established;
. •. • 1

~he examiner then says that these
are a matter of choice. It is not a
matter of choice presented by the
prior art. The prior art gives only
on~ choice; a process which will not
yield these new and improved results.
Thus, one of ordinary skill in the
art, turning to the prior art to make
bis choice, would never arrive at the
claimed process.,r

ft

From Ex

r-

fication,

shown in the

144 USPQ 98,9:

choice

61 USPQ 238)
~

The rejection should be withdrawn; neither the sub-

suggested or remot

is so dLver s:

ject matter claimed

~ See Ex parte

, ~ ., 1''' I
. I ~7"I, tI' )' /·ttv ' 1 •.~ 'tl; l,.'·,..Lt.-·( ....e~ I

''''. Y\.t '.. A, ,'//'1' C' "'1IA/"~ . I to \-'~ f o' 1. ....1 -lA--!
(V:~jiL'.r~'.N v' ,~'-( .. M"'L,tl~ :1.""1 ""·l.(... >,~ ('- _" L
r-'~ .~' .. '-'\./.-.... tk_[c.C~'v,.~J' J Ir.-~·~:e.-r- l,
!ywvfft.h 'UM ,,/'14....'-11· tn, (I,el" 'vC",,,.-·,, .. ' .. I
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SPQ2d 28 USPQ2d 130V CD ('It I
1f~:9.

Ex parte Levengood 1301

'·\.1
.-.'Ii;.

sary for the examiner to pre~ent_.1
preferably in the form of some. teachIng,
SJ1;g·gesti?n, incenth:e or infer9ncehrtheapl""
plied prior art, or In the form of gel1er!l.l'I~

available ~owledg:e, .. t~a. toner having o.rgi-I.,·
nary ~kill In the art~...'. ·to.:'"
combine the relevanTte~r~ap""
pli~d references il! the I?ropo~~dfri~P:ller!o""
arrrve·.at the claimed Invention. See, for'
exampW; Carella v. Starlighti Archery, ~04 "11

F.2d 135, 231 USPQ 644 (Fe;a. Cir ..1986);.,
Ashland Oil. Inc. v. Delta Resins & Refrac- ....
tortes, Inc., 776 F.2d 281, 227 USl?Q657;,
(Fe;~.C,ir.1985). I·, .....".'

[1] MotivaH6n for combining .the teach­
ings of the various references need not' be
explicitly found in the references themselves,
I,!.f(rf{.ellet,642 F.2d 413, 2~8 USPQ'871 ,
(CepA- 1981). Indeed,the eltamillermay"
prov~~leail., e)(planation basedl 'onl6gic alitl
SQunllscient\fi<:; reasoning that!vllu/ sri~po;rt av '

hlil
4
..Jdin& Qfp1i,:qusness. In re ~q1t;,9... 11.F...~d·,.

·9IiJ. , ., !' T

'n:thiscase;i.ilt71iiilli5~The o#Jx Sil,g~est1qn ,'"
fot:tll~e~a-lIliner'scoml:i1I~ati01oftj1~is,q!~t~ " 'i'
ed.Jl;:lf<:;hll1gs of the applied rll,ferences Im~"'.
prgpe.~lysteihs from appellarlt'Si!disCIQS.,\Os;. , "''''. ".'
and "riot from the applied prior ..ant. {n,(ie-ili'i!
Ehrreich, 590 F.2d 902, 2001 USPQ 504 •.
(CCPA 1979). At best, the examiner's eom';!il'r
ments regarding obviousness amount 101lJ!l·,! :i

assertion that one of ordinary skm"iil''t"hi:,i Ii!

relevant art would have been abletoarriveetc "."
appellant's invention because h~ had the n~b-",
essaryskills to carry out the requisite vroc~~s .:1
step,s.·Tllis is an inappr~pri~tel st.andil;t'~;~~~i';:l.,
obvIOUsll~s.See OrthoklnetlcsVW:~Y' $r~
...,_ .. _,,; ,_..' • b _ '" r ~

All of appellant's claims stand rejected
under 35 U.S;C.§10l over Levengood in
view of the combined teachings of Janick and
Holl, We reverse the rejection.

As notedbythe examiner, the Levengood"
Patentdescribesa method for increasing the
proportion of mutants in a single plant spe­
cies by applying electrical field gradients to
the, plant whih: it is in the germinal-stage,
Importantly, theLevengoodreferenee does
not suggesr-tha] .members of a 'first plant
species should be placed in contact with
wholeeells 'and -associated materials-of a
second species while simultM~ously:apply-
ing.the electrophoretic current. .

The Janick and Holl references are not
concerned with the application of electrical
current and merely' teach standard gra.£tl*ll
and / orgenetic engineering procedures...Jan­
ickdescribes the llr~ftin~;ofone typeef'plant
onto. the r()()t~tof:X(Jf a!);~~~'C:t type9(plant;
for example, fruit tre¢~\\\t¢ gtafted onto

. dwarfii)g.rootstocks iIl~()rd.er to. produce
dwarf fruit trees, and watermelon IS grafted
onto the gourd' Langenariaus control Verti-

.cilllumwilt.Thisreferencehas little bearing
On whatis being claimed. The Holl reference
teachesthat DNA is capable of being trans­
ferredftorn one species of plant to another,
!isua),ly by using modified bacteria to infec
theplantand incorporate heterologous DNAI
therein. Importantly, neither Holl nor Janie
suggest carrying out theif respectivapn
cesses Whilesinrultaneqll~~X, applying an ele
trophoretlc field. . ',' . .

At pages 4 and 5 oK,the
examiner h :tienale fOJ1"t)a,
re 'ecti6nl'he e~a·min¢r;ill()testhiateac. re "
eI:eti!;~ :..lscL6s!lsa di«~~e,!lt .. ~~l'ect of the
cll'litfiel:l .··pr¢¢ess'..·lhe',~\l'lm!l;i~f"lI.l~O:rlotes·
that all as~ects'were':~~l'~~wl¥'$~f~~~!:~t:"~:'!,
The·,.C'xat111ne~!,then Indicates that llecause
the v~ri?u.s aspects o~!t~~., cl\1\ime#.:grg~~~s
were individually knownr'f!llth\l,:~Ihtq,~:,lflPi:h·
fications of the electrophoretic process of
beven~ood·!bY,el\,pOS~~,iheY!AAtl:\l9d'~.•l?\i'>~t ..
materials to cell-assocla:t",i·!:ml!'~.e:I,la.jsm 01'- .
der to "graft" or otherwise incorporate the
cell a.ss.ociated ma~~~~:!c~J~!,~as.
l·t~liI~iItII~~JlIit<> at
tlie"time'the";claimed invention was-made.'

We reverse the rejection because the ex­
aminer has used the wrong standard of

ousnes~ .
u ..u .....c •• 1. " legal conclusion, the de­

termination of which is a question of patent
law. In re Papesch, 315 F.2d 381,137 USPQ
43 ccrA 1963)ln"order to eslablisl'f"T
prima aCle ase 0 obviousness, it is neces-
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>1 . . 26. A hYbrilfl
-" t HB:9~21.;

l t '21. j<\'mol1oclo
- !' a' hybridoml!

! HB-9627. \,
.I, ThHefertfnce rei
. i is:
, V Haraetal, (Har,

I. ,vatiQnV;.I. Exp.
! 19>8N005(Dec.
I Claims 26 and 2",
lu.s.~; §.102~b) as
lnatfYely"jlnd"'l' 35 1
Itable over Hilta.

.!Wc,.llaie,pa!'efull
ltiv~.IlO$itiolj~,ofapp
land lind olld~ves
!~itioii Of''(h'lI exs
lthotoitgh add ~ompl

'. ~e~tion'andl'espon:
, .' lmelits set forth byth

'~ner's'AIlswef"wesl
s :: . .' .'. "'set: fOl'th in !the Exa
,bwnand add Jtbe f
·~philsi;; .. ,." :,:I,j"
\ The "presenl..!llli'e,
< : ' -" !'~

the;Qpqn.i~g plll;agfa'l
:follows: " ,Aii .

I. " This inv~J!\ioll I

I ~il#liOc.!ir($/!Jl!t'll
I kocyte ac\iv~ion.
j relates to (lhonoc
, bind Leu 23. an a
lnaturallQla;r' (NRt, ' 'i

\101'1 bOllYIl,,!lt" dens
I cytes rapidly after
1 with Interleukin-Z '
!lymphocytes after 5
J' antigend'eceptor cc
1'lt}!:H"ar~disCIOses~

i:J\td6s!a'itGhnocl&i1ilJ1Y\
, "', ,''''',', blze,sth,~ EA-lil1t .
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No. 92-3045

Decided April ~7. 19~3
Released Augus; 6.,1993

: t(

Smith,e1\:allliner-in-chief.

PATJJll'l'l:S
''''':' i .1,:\,i , .. ," , '

1. J>rl!ePe~" an~ pf!le~Ui'e ,in",J>atellt and
Trlllteljlark ()If!ee - Presecutlen - In

. general (§11i1:0§()1) '",

This is an appeai from the final rejection
of clahns 26 and 27, ~ll the claims remaining
in the application. These claims read as
follows:

.,Patelitabillty/vaJidity - Ob~io"sness ':'"
'R«evant prioi'Pai1 - PariicUlar inveiJ·

. 'QOllS (§115.0903.03)

EXllimner 'properly shifted bunfen topat­
ent,applica:ilts to,~tablish. throu/lh objective

'. eViclel!cI',that,S,hybridOma and .nlc1Il0clonaI
an.t~b9,\IM" p~ ,jI!Yen~n, differ il!l:unobvious
lJlaiinel. f1'9l1).. tl!ose",9f prior 'art reference.
~inee "P~~el,lt ajlq..:r~dema..*Oflice lacks .
faclhtiesaI!cj'tesollrees toprovide-!' f!lc~r
evidence>lre'eded tcestablish ,th\l~ claimed, .
subject matter' isunobvious, ali4':itis 'thus.

.applicants' .burdenternake suchshewing,
which requires £a<;;tllal evidence detrionslrat.
in!! that actual, "np,byious differences exist.
rather than simply speculation about 'jlOssi·
.ole differences. '

"

Ex-parte Phillips

:/.~',., .
",,:.\.,",'

,.'t.',

Ex parte Phillips

U.5. Patent aile!Trademark qffic~
Board of Patent Appeals'~nd Iiitetf'erenc.es

,'",
".'" ,,' ,''',,''' " '. • , .' ". I . ~ ,,' ..; .; , ;,,; (I, .

".--------"'-"....:;....:;...-"'----.....•.,)3~t9re!I1e1lman,GooIkasian. andW. Smith.
,! ·e~elS:}It\:hief.. "

1
t·.1"

ravel Chairs Inc., 806 F.2d156'5. 1
USPQ2d 1081 (Fed:Cir.1986):Thatwhich
is within the capabilities of one.skilled in the
art is not synonymous withobviousness. Ex '
parte Gerlach. 212 U$PQ; ~7~ (,B,4.4PP.
1980). ~ee also footnote 16 offff1lIMt9firp,
v,Dennison Mfg. Co;, 774 F:2d 'f082.! '
227 USPQ 337. 343, (:FediCirYli985): hat

uc , , ",' theo-
retical mechanism ofan ',~!l¥IIIlJion 'I!>YI means
of logic and sOlln~spieI1\.ilic fltalion!ng,,\ioes
not afford the baSIS Totan 01lY1ollsness con-

, elusion unless that logicand'reasollillg'a:lso'
supplies sufficient impetliSlo''liave led tine of
ordinary skill in the art tocembinethe 'teach·
ings of the references to make the claimed
inventio " '"

reviewing courtshaye often a vis,e<;l
, the Patent and Trademarka1l'lco that Itcan
, satisfy the burden ofestablishillga jJri1iia
facie case of obviousaessenlyby showing

, some objective teac!lillg illeither"the'priot
art. or knowledge gea~ally available-to one'
of ordinary skill in the art, tl!at"wOl!id 1~!l"
that individual "tocomlline theteleVll'!t
teachings of the references." In'rePine. 8'37
F.2d 1071. 5 USP,Q2d "1$96 ERed. Oir.
1988). In re Newell,891 F.2d'899, 13
USPQ2d I~48 (Fed.Cir.19~9).According­
ly, an examlll,ercannot eStablish,o~viollsness,
by locating references which describe var-
ious aspects of.a patent applicant's invention
without also providing evidence of the moti-
vating force which would hnpel one skilled in
the art to do what the patent applicant has
dOJ)e. ',' ,_ ,. . _ . ) .,'

In the case beloreus. the examiner has , Appeal from ,finill rejection, of cl~in1s
provided references haYing teachings which (John Doll, supervIsory. patent'examiner;'
go a long way towards providing a scientific Robert D. Budens, examiner).
explanation for what happened When.appeJ'P~tellt appl.ication of Joseph ~. Phillips,
lant performed the claimed combination of LeWIS LL"mer.Athl'na Huey-Jiuan Ding.
process steps. However, the references them, E~,abeth ,EY!IDs. David W. BlICk, and Lori.'
selves fall far short of providing the ··itlOiijia. Rh?des. serial no. 07/146.745. filed Jan; 21.
tion" or "suggestion" to assemble their 1988 (Leu23:monoclon~1antibodY'formQll"
teachings into a viabIe,prccl'ss:"}\;''j'fima ···it6~glgWkoc~eaciflviiUol!).Ej0liJfimal ie-­
facie case of obviousness has not peen made:: j~clloniO~"llli';l!I&bns' rb~a:lningnn 1l!pplica·
out, , ",. ". .c.r ",,,,~"'p}I"l.pphc<ll!lls llppeabAitlipned.· ,

The examiner's rejectionofchiiffi$, 6 :.',C:,ot' .",,,:

th~gti~k.6.v~sed. ..' ..'.:. 'r,;Rp;berIMM;" if:IlIi~len:biteki; Fran'k11il"'·j;,ak!(~,:,.,
. ,N"!,, fpr. ,!lp~ellants, '

9.

",


