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Dear Mr. Kulhavy:

[41]

"Enclosed with the confirmation copy of this report is
copy of our September 25, 2000, response to the Examiner's May
25, 2000, Official Action on the above-identified application.
This response was prepared in accordance with your September 19,

2000, instructions.

As you will note, we cancelled claims 1-10 in favor of
new claims 11-29. We did not use the claims you provided becauée
they did not meet U.8. format requirement (they would have been]
rejected under the second paragraph of § 112) and from our review
claimed the invention too narrowly, i.e. many of the claims
described structure in such fine detail that they could be easily
avoided by a change in shape. In comparison, new claims 11-29 -
are as broadly drafted as possible. '

Unfortunately, we were unable to determine from our
review of the enclosed claims what you considered to be the
primary inventive features distinguishing the invention from the !
cited prior art. We thought that the feature of the stand (5)
being narrower than disk (4) and being spaced above base (2) was
clearly one of the primary inventive features and focused on that
in new independent claim 11 and argued in the rebuttal of the
prior art that this was not shown. We added other features in

the dependent claims.




If you believe that we have not included all the ;
features the client wishes to cover, we are still in a positiog
to add claims before the Examiner acts. However, if you wish us
to do so, please advise us generally what these features are and
we will draft appropriate claims. We believe that this is the
most economical way to proceed and suggest that in future cases
that, rather than providing us with new claims structured similar
to those provided in this case, vou simply list the primary '
inventive features distinguishing the invention from the prior
art and permit us to place them in appropriate claim format.
This will save us time and be more cost effective.

If we can be of any further assistance, please feel
free to contact us. Also enclosed with the confirmation copy cf
this report is our debit memorandum for services. Our debit note
is somewhat higher than normal due to the need to first analyze
your proposed claims, but does not cover all the time expended.

Sincerely,

' Normén J. Latker
Managing Attorney
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To: Services in connection with preparation
' and filing a response to the Examiner's

Official Action dated May 25, 2000, including

review of application, cited references
and instructions amended specification,
abstract, drawing and claims, remarks

rebutting rejection, and written report

To: Government fees for extensions of time
including Browdy & Neimark surcharge
for advancing payment money

To: out-of-pocket expenses, including
copyling, postage, and miscellaneous
expenses
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-”%hy the examiner states that

the particular features of novelty,
which give results that the refer-
‘ence device cannot give, are arbitrary
we cannot understand. Changes yield-
ing new and improved results are never
arbitrary. They are made for the
purpose of yielding the new and im-
proved results. When novel features
yield novel and useful results, a
basis for patentabllity is establlshed N

“ e

A The examiner then says that these
are a matter of choice. It is not a
matter of choice presented by the
prior art. The prior art gives only
~one choice; a process which will not
yield these new and improved results.
Thus, one of ordinary skill in the
art, turning to the prior art to make
his choice, would never arrive at the
claimed process.

-

&ﬂ@%>3ee Ex parte Dere, L18 USPQ 541 4 and Ex parte Krantz, -
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. The rejection should be withdrawn; neither the sub-
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 Ex parte Levengood

All of appellant’s claims stand rejected

) under 35 U.S.C. §103 over-Levengood in

view of the combined teachings of Janickand
Holl. We reverse the: rejectlon '
As noted by the examiner, the Levengood
Patent describes a method for increasing the
proportion of mutants in. a single plant spe-
cies by applying electrlcal field gradients to
the plant while it isin the germinal stage. -
Importantly, the Levengood reference’ does
not suggest«that members of a first plant’
species should -be placed in contact with
whole cells -and -associated” matertals of a
second species while smultaneously dpply-
ing the electrophoretic current. ‘
The Janick and Holl references are not
concerned with the application of electrical
cuftént and merely teach standard grafting
and/or genetic engineering procedures. Jan-
ick describes the grifting of one typeof-plant
onto the rootstock of andther type of plant;
for example, fruit treesﬂ'
dwarfing rootstocks in .order to produce

dwarf friit trees, and watermelon is grafted |
onto.the gourd Langenaria to control Verti-.
-cilliumwilt.. This reference has little bearing |
on what is being claimed. The Holl reference |
teacheés that DNA is capable of being trans-
‘ferred from one species of plant to another,
usually by using modified bacteria to infec
the plant and incorporate heterologous DNA;
therein, Importantly, neither Holl nor Janick
,suggest carrying out. theit respective pro
' i applymg an ele |

- P
that all aspects'were “ :
The- examiner..then indicates that Because”
the various aspects of: the claime
were individually know he.ar
{ fications of the electrophoretlc process of
" Levengood--by-exposin d

der to * ‘graft” or otherwise mcorporate the
cell associated matena} it

We reverse the rejectmm because the ex-
aminer has used the wrong standard of
obviousness.
~Obviousness is a Icgal conclus:on, the de-
termination of which is a question of patent
law, In re Papesch, 315 F.2d 381, 137 USPQ

43 (CCPA 1963) mmrr“
- &  {“prima facie &se of obviousness, it is neces-

re grafted onto 941

for the examiner’s combination of the isol

] fr \Piasecki, 745 F.2d 1

sary for the examiner to present §
preferably in the form of some: teachmng
- suggestion, incentive or inference in theapd
plied prior art, or in the form of generaliyk @
available knowledge _that one having ordi- 1%
~nary skill in the art j ’

combine the relevan 0
plied references in the proposed manner to {

gl

_arrive’ at the claimed mvenpon See, for'}

‘exaiple; Carella v. Starlight ‘Archery, 804§
F.2d 135, 231 USPQ 644 (Fed Cir. 1986):4
Ashland Oil, Inc. v. Delta Resins & Refmc«‘f-ﬁj
tories, Inc., 776 F.2d 281, 227 USPQ 657%1 _
(Fed. Cir. 1985) i
1 Motlvatlon for combmmg the. teach—
ings of the various references need not: be
_ explicitly found in the references themselves,
In re Keller, 642 F.2d 413, 208 USPQ 871 .
(C‘CPA 1981). Indeed, ‘the exdmitier may ' ©
provide an'expianatxon based ion loglc ah“d SRR
soundscwn ¢ reasoning that%: ' SR
hg}dmg 0 ousness. In re Soli, .

ed. teachings of the applied references im{ =
properly stems from appcllant s ‘disclosure
and ‘not from the applied prior art. In re
Ehrreich, 590 F.2d 902, 200- USPQ 504
(CCPA 1979) At best, the examiner’s com-i}: |
ments regarding obviousness amount to an.
assertion that one of ordinary skitl in the?
relevant art would have been abléto arnve atopeol
appellant’s invention because he had the nec-4f
essaryskills to carry out the requisite process -
steps. THis is an inappropriate standa
obviousness. See Ort okmencsirnc, Dafe

- -

"Ehe :qlpa;tance of evidence i m
tion process is set forth in the foll ’

;788 (Fed. Cir. 198

Co 383 US. 1, 148 USPC
cused on the procedural an
‘¢esses 'insreaching a conclusigl
103. As adapted to ex parte
ham is interpreted as conmtinuf
| ‘burden.of proof on the Patefit«Offi
requires it'to produce the factuak: ba’s:s Jo
rejectmn of an application under sections 02
and 103", In re Warner, 379 F.2d:1011, 10
154 USPQ 173, 177 (CCPA 1967). After
| . prima facie case of obviousness Jas been estab-.
lished, the burdenjof going forward shifts to the

: a phca:lt
referabl

\(& o

the =

esthat .
necessary to cause one skﬂled in the art £ His
bine the teachings of the references to make
proposed modification. In re Albrecht, 514 |
1385, 185 USPQ 585 (CCPA 1975) Sée
Fromson v. Advance Offset Plate Inc., 720 |
1565, 219 USPQ 1137 (Fed. Cir, 1983)
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USPQ2d 1081 (Fed: Cir. '1986). That whlch
is within the capabilities of one skilled in the

7 parte Gerlach, 212 USPQ 471 (Bd.App.
*X '1980). See also footnote 16 of Panduit Corp,
| v. Dennison Mfg. Co:, 774 F.2d 1082, 1092
' 227 USPQ 337 3431 (ch-'-

retxcal mechamsm of anm Qﬂti@n by; means
of logic and sound scientific reasoning. does
not afford the basis for an oby;ousness con-
. clusion unless that logi¢ and réasoning also
* supplies sufficient impetus tohave led one of
ordinary skill in the art to.combine the teach-
ings of the references to make the damed

inventio
—
/@ﬁ%\?cwmg courts have often adwsed
the Patent and Trademark Office that it can

\ facie case of obviousness only by showing
- some objective teaching in either: the: prior

of ordmary skill in the art, that “would leagd”

y that individual “to colnbjne the rélevant
9 teachings of the references.” P re Fine, 837
"1 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir.
{ 1988). In re Newe/l, 891 F.2d 899, 13
USPQ2d 1248 (Fed. Cir. 1989). Acmrdmg-
ly, an examiner cannot establish. obviousness.
by locating references which describe var-
ious atpects of a patent applicant’s invention
without also providing evidence of the moti-
vating force which would impel one skilled in
the art to do what the patent applicant has

Chairs Inc, 806 F.od 1565, 1 "

art is not synonymous with-iobviousness. Ex | -

ir1985). [Tl

satisfy the burden of establishing a privmg -

} art, or knowledge generally available to one

In The-oate before us, the examiner has
provided references having teachings which
go a long way towards providing a scientific
explanation for what happened when appel-
lant performed the claimed combination of
process steps. However, the references them-
selves fall far short of provxdmg the “motiva-
tion” or ‘“suggestion™ to assemible their

teachings into a viable process:“&“primd =~

facie case of obviousness has not been made:
out. . L T L
. The examiner's rejection of claxms 6
through 30 i Erevcrscd

REVERS
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. US. Patent and Trademark Oﬂjce
Board of Patent Appeals‘and Interferences

Ex parte Phillips

No. 92-3045.

Decided April 27, 1993
ReIeased August 6 1993
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L Pract;ce and procedure i’ Patent and'
Tradeniark Office — Prosecution — In

general (§116*9901) e

. Patehtabﬂ:ty/ thlld'ity Obuousness —_

Relevant priot-art — Pm'tlcnlarY mven— '

tions (§115 0903.03) .

Exstrifief ‘properly shifted burden to pat- .

ent applicants to-citablish, througﬁ objective
_evidence; that: hybrrdama and ‘toneclonal
antzbody of ,invention- differ 'in ‘unobvious
manner from. thosrgr of prior art reference,

since Peu;eni and mdcmark ‘Office; kacks -
facilities ‘and.' reﬁources toprovide- factual’ -
evidenide ‘iceded to establish that claimed , .

subJect matter is ‘unobvious, and it is thus.
Ii: plicants’ - burden to-make such showmg,

ich requires factual evidence demonstrat-
ing that actual, unobyious differetices exist,
rather than s1mply speculatmn abeut possi-
ble dlﬂ" erences,

Appeal from final rejection of cla1ms

{John Doll, ‘supervisory patent-examinet;

Robert D. Budens, examiner).

Patent application of Joseph H. Phillips,
Lewis L. Lanier, Athena Huey-Jivan Ding,
Elizabeth Evans, David W. Buck, and Liott:
Rhodes, serial no. 07/146,745, filed Jan: 21,
1988 (Leu ¥

Ject, n of all ¢laims Femaj ining in apphcaa
tlon, apphca.gts appeal Aiﬁnned i

) exmi}mers ;n-chlgf
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Smlth, exauuner-inachxef

Th;s is an appea] from the final rejection
of claims 26 and 27, all the claims remaining
in the application. These clalms read as

follows

3: monoclonal antlbody formon- *
& ). Fom final re-
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