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ATTACHMENT

!\,t~,::- enday of

AGREEMENT

lrlITIOESSETH THATI

THIS AGREEJ-::ER'l', l'lade tni a 3:-0.

I

I
t

., 1
i ~tween T?E UNIVERSITY OF ROC'SSTER, a Hew York co r-po r-e t t cn with

i I 5·I orrioea at 1 Prinoe Street, Rochester, F.ew York, hereinatter
i I
I 'Icil 1ed nUUIVERSITY w, and RE~Ek.RCH GORPORArlOr, ~ New York corpor5- i

I tJon with orrice~ £t 40~ Lexington Avenue, new York 17, New York,
I '

I
!

hireina.f~er called ."RESEARGR" 1

I

1,

I A. WHEREAS, UNIVERSITY believes that patentable invention!!

l!mJy be made by ~e~bera of its ~aculty. its ansociate8 or employees!
I !

!~~d desires to have such inventions evaluated ror patentability E~d
I I I
co~rd.al and scientific utility, and to have pa t.errt appllcatio::l! I

I . I
fi~ed thereon ~bere justified; and i

. I

! ' - 1

I B. 1>.11ERi.-AS, tmrVERSITY desires that all of Ln e s e .Lnve nt.Icna I
I . ,

be! ~dmin15ter5d in an erfeotive manner and with due regard fer I
tbr publio interest; and I

I C. '..;1{ERE..~S, tffiIYERSITY t'urther dea i r-e s tr-,at any net Lnc orse I
I ' i

t~ the£e inventions be used DO provi,fie me~~a for the EQVanCc~e~t I
I • '

i 8IJ~ e.x t er.s i on of' t.ec hn Lc a L and scientific investiSRtion, z-e s e s.r-c a , !
I I, ,
! 1 . •
!eAPc6r~~entation and eaucationj and

I I D. hF~RL~S, RESEARCH h~s bad brcad 6;;;perienoe in the han-
I !
i j
i61L~ of inventior~ and patents and in ~kL~ tbe~ more avail~b16
il, I

I~ryd effective in the u5erul arts and manufactures and f'or 8ci6n-

I L
I ti1I'1 0 pur-po s e s and o t.h e r-v f s ej 2......11d

JI E. iiREPEAS, RES.::.ABCR IB 2 c or-po r-a t I on o r-gan i z.e d for the pt::-
!

Ina~'A o~ T,~ov~rl1na TnA~rlft ""n~ t-hA Q~T.C"'''''''''-''''''c........''' ........... A. ,.. ...... 4- .~ __ .c ~- -~
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1. mnvr IT.PS Dutie81 UliIVERSlfl -;-ress tOl

! l} Reeo~16nd to members of its r~ulty, ita aJaociatea,
J

an~ e~loyeee, in such cases a8 UF.lVERSITr may in its discretion
j

detjermine, that they as s Lgn to RESEARCH =ch inventions aa they
1

)DJt~ make.

2) Aftord to RESEARCH, upon reqt>ut, the i'livioe end

=Jistance of URIVERSITY-S faculty, aaaOCi6.tell and ereployeea, in

8e~kingpatentll upon such inventionll or introducing them into puc
1

lid use, without criaz-ge therefor, but Ilolely to the extent that
~

tb~ giving of guoh advice and aS8iBt~~ce ~11 not interfore with

t
their norera.L ,,-csue;;,io duties with or forBOIVERSI1'Y.

3) #ct upon aDd/or aocept such tenders ~~d 685ign-

me~tll as may be Tfillda to it by RESEARCH unGer this agreement.
;

iII. RESEARCH'S Dutie~1 RESEARCH agrE~B at ita own Bole

ieo~t and expense tOl
1

1) Accept BUch of said inventiops as it. may dete~iD6.

1

inli ts disoretion, ariouLd be made the subject of pa t.ent. EPplics.-
j

'-i 'k orrs ,

2) File United States patent applications thereupon.

ian'd

IJg
proseoute the SallS in good iaith with the intention of 8eou~

issuanoe of patents.

3) File oar-responding t'oreign pEtent applicatio!'s thsre-

U~Dn, and prosecute the same in goodiaith ~ith the intention or

3~Quring i£suE~I1ce or r.a. tents thei"eon. arid EOaintain such patents

arld causa them to be worked, 811 to the e~tent that it way in itl

~ - -'--- _ ~~_ z __
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{ez.oept purS:uP ... t to Article II, para.grllp"- 10, or Article IV,
}

par~graph l(b), or this agreement) without the Friar ~ltten

JconaFnt of L~!VERSITY in each caa. rirat obtained; and provided.
i

!urt~8r. that RESEARCH shall Dot iasue to any person, firm or
I

cor~oration. under aD1 such invention, patent &pplication or
j

pat4nt ~ lioense to be exolusive, in r~or or the licensee
I

thez/"eunder, tor Ii period or mc r-e than Beven (7) years from the_
!

~ it -
iSllnanoe or suoh 2ioens6, vithont the prior written oonsent or

'I I, I

I UNIVERSITY tn e~ch case rirst obtaineQ.

'1'1: I
• I S) Lasue to each inventor BO aSliigning to it a letter-
I I, I
I agrr6;uent, substantially in the rom attached hereto as Exhibit

I "
A, ~ntitling him to partioipation hereunder.

I

I 6} Pay to eaoh 5~oh inventor, his heirs, a~8igDS and
JIpe1sona1 representatives, not later the.n MRrch 15 in e aoh year

,I
'I a fixed pe r-cen t.age {to be determined by 1J}fIVERSITY in each C&S6

i
an~ communicated by 1t to RESEfi~CR} not exoeeding a total or

:1 ,tifteen 05%} "per cent>21!l, of all mODeys r-ece Lved by it againat

II tn~ :;:.reoeding oalendar year by r-es eon or RE"'l?EillGIPS cnroerEibip
I "

I ~d/or J:l.iu,ageJ!:ent of "suCh inventioJ:Hl, patent applications &Dd

IpJtents, as he a~ll be entitled to under the pertinent lette~-
f .

agree~6nt or letter-agreements issued under Article II. p~rebrap~

f
5J her eot, s.nd furni en to him 8 iDul tli-:il1eous1y a repoI't aDo"ing tbe
I

o6:np'll:tetion thereof.
I
1
1 7) Pay to UNIVERSITY, its successors and assigns, not

l/ater tban ~a;-ch 15 1n e ao n year. i'itty par o e n t.ura (5D:;&) or,
"--- -~~~v5d by it againl!t the pre-
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1

~ pJo.ecutioo or foreign patent apFlieatians and maintsnAnoe

lilld w4rking c , tOl"fsign patentll, (Ul l1ti_ Ation in courts at

reoor6. to obtain, or to assert or defend th, -valid1 ty of. e.rf1

:1 pa ten~, and {ili) extraordioar;r CCL-::I>ere1.cl deve'lop:nent, e..
i F.ESE.A.!iCR Imd iffimSITY mEl.7 ha:Ye~ previoullly ....gresti upon in \fi'it
IiIiOO./ The remaining fifty per cent1m C.sO:') shall be retained by

! RESEAjF.CH tor the general puz-poe e a ot ita charter.
i

8) Furnish a:imu.l taneoualy to UNIVERSITY 8. reyert shaKing
~

(iLl J.ctiV1tieg d:trlng the preceding cdElMar year in connection

'~1th!ea?h ~ueh invention, and (b) the o~putat1on ot psyments

Imadel under Artiole II, paragraphs 6 and 1 «t: this agreement.

9) Maintain at its ofrices. in usual rorm. Dooks of

rec~rd, ledgers and accoanta rela~ing to its activities unde~

th14 agreement all of which sball be open to examinlltion by

URrlERSI'lX -or its noreLnee s , during usual D'C1sin5SS 'hour-s ,

I 10) Auign to illiIVERSITY' or 1 t a Dmninee or DomineCoa.
t

upob =1 termination ot t!11s agre=ent, but subject to any letter-

!
I
!
i
!

I
!

,. s.gr..leemsDts ..nich RESEARCH may have ent.ez-ed into -..i t.h inven tora li~ t~
. [

I re~pect tbereto uncial" Article rr , paragraph;; of this e.gl'e6;:t;ent, I
'I i,.. . I

i anq. subjeat also to aIly lioenses, gr-an es, ;.Iorking right." ag7e6- I

"meLt~ or oth~r contrac.ts thEretoi"ors :;r.ad& by RESEARCR with r-e~- '

I !
;!

peFt thereto, all L,vantions raoeived by RESEARCR here~Dd5r, and

pa~Ent applications filed ~d patents ie~4ed thereon.
i

11) Continue to ad,-dniater and !'s]Xlrt as to Bny Li cenae a,

ISlants. '-'Orking right.!!, a gr-e ercerrt s or otbar o on t.r-eo t s !:ill to aJTf

-~. '---+-L=.s. '2.1<t8nt.~p1.ic8tion" and ps.tants as a~ DDt to

_-,-,,-_ Jo
~= ...... -



19r~~h 1, of ~his ~~~ent, and p~tent &ppl1o~t1on. r11e~ ~~

Ip ..t~n ta is aU&l ;herfion.. .

,

UNL¥ERSITY reserves theUNIVERSITY'S Reeerved Rishts

i 13) I85ue to any t~ird p~rty any lioense required by

Ie.nyl contract netO/sen UNIVERSITY and liuch thi.rd party IUl to any

iinvjention accepted by it meier Article II. paragraph 1, of this
Ii
Isg1ee=ent, and pa~ent applications filed end patents issued there-

Ion.)

I III!.
I'i~t to terndnate th1s agr-eemerrt; upon ninety (90) days'

I~~tten notice to RESEARCH at any time.

IV. RBSEARGiPS RS6erved Right!!: 1.) RESEARCH reserves ths

rtiht tos

a) Terminate this agreemsnt upon ninsty (90) days'
t

~ttten notice to UNIVERSITY.

b) Give vr1tten notice~o UnIVERSITY of its intention

tolabandon any patent application or foreign patent subject to

thl1s E!.£;resment, or not to proceed f'urtner ,,1 t.."l. the introQue tien
j ,

iq~ pUblio use or any invention. patent ~~plic&tion or patent

Is:u~sect to t.'J.is agreement, and, un.Le s a tmr'lERSITY shall. ...ithin

IE~ty (60) cays after allah D~tice, require tha assigDID6Dt or suc~

:idvention, patent application, or patent to UNIVERSITY or its

I .....••
inqmL-;ea, to abandon or te.ka DO t'urther action as to such 1;11'\'5n-

It,Jon, patent application, or p s.t.en ti ,

J. 2) Folloving ter:;:;;ination of this agr-oeffisnt e.nd assig=ent
1 .

iP~-suant to Artiole II, paragraph 10, the rollo~ing distribution
:1

sJl,all obtain al! to any suo-J of money r-eceived. by ffilIVE:RS.l.l'Y aDd./-~.-. I
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I I
I ahah: .

a) ~o: 2~~er ~2n R~~h 15 in e~Qh year each SryCCESSOR

report' RESEARCH in 1Cl"ttingl (1.) he ~UIlla of moDey ao

~eoeived by it and not theretofore 10 reported; (1i) the total
I

aroofint of =oney theretofore expeDued by it out-of-psoket (A) for
!
I

par*ente to invsntore of ~uoh inysntiona, patent .pplicationl
I I
i£ndlpatents .8 a share or, from or against such sum. of moneYl
I ' _.
jl
· I
(B)jfor pa~nt! tor filing and proseouting foreign patent ap-

I
plipation8, and maintaining and working foreign patentsJ (e) pa1~

!
~n~e tor litigation in courts of record to obtain, or to assert

i !

or bo defend the validity ot any pa~Bnt on any invention 80 ai
LISited} and (D) for payments for e:xtraordinery oommercial oevel-

Opm~Dt of any invention 80 assigned. The total of items (1i) A
I

t!4-Puih D, inolusive, shall be deducted from item (i) by eaoh
"

pe180n 80 reporting. or any re:I:ainder, RESEARCH shall there..i th

be Jpaid thirty 00%) per centum by the person so reporting.
j,
I b) Mutatis mutandis, the prOVisions of Artiel. II,
f ..

tK..JagraPhS 8 and 9,. shall apply to diBoheJ.'ge of Article IT, pa.r-s,-,

Igr~pb 2, by each SUCCESSOR.
II
I I .V. GSDer-el: The partiss agree that:
I ) -

!

I 1) Any oontroversy or claim ari5ing out of or r~lating

Ito jthil!; agree:nent or the br-e acn tbereof, sh!lil be settled bv arb-
'.\ ,. ~
· I
!i tJj-ati on, in s cco r-d anc e ;dth k'-Je RUles, theD obtaining, of t,'1.e

I
I
!

~~+rioan Arbit~ation Assooiation, ~~d jud~ent upon the s~a~d

IreJoe:r-ed r;:;sy be entered in the highest oourt ot t.~6 :fOI:'U'!!J, at"te

lrlreaeral, having jurisdiction.
!I 2) This ag~ement is entered into for the eT.p~se

· I
"a~o~< +- ,,1' _ a rid "hall be binding upon, 8.11 member-a ot the. ["cuI ty.
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.3) )l'~1ther the na:ne or the IDIIYEP.SITY nor thll.t or a.n::
'I I
I llle:::.ber of th, ~eulty, associate, oremp jee ~ the UNIVERSITY

**il-

a~~ll be used by RESEARCR tor promotionAl or adverti~ing purpose.

r-espec t.a the name of a I!lsmber of the .ra~ty, aaElociat.&, or S;I,

ptoyj"e, s ucn conasnt brhim as ..e11.-- E~b -license • grant or

f....orking right iasufld or grantad. by RESElUlCH under Article II,
1

f
p~r8.graph 4. -8hall impose a. like 1i!I:1tation on the licensee 0:'

1&;-s.ntee.

4) RESEARCH sh.A-ll not join or "Oil the Ol3.ID8 or the

illiIVERSITY all a party- in any action, suit. or proceeding brought
•

bt RESH.HCE. nor shall it a o join the n~ or any -me:nber or t ae

r~cuJ.ty, aasooiate or employee of the URIVEIlSIIT save in patent

Office, administrative or legal proceedings incident to prosecu-

t on of ~ patent application filed. pursuant to Article II, para-

graph 2 or 3, appeal therefrom. review t~reor, or relier therBc~.
i

-j

IH WITNH:8S 'o!J-<J".REOF. t.~e pa::<tissbe:!'e;.;o have caused thil

Iarr-e.e:::Jent t-o be signed End their ocr-por-sce seals to be h e r-eun to

I af'fi;;.sd, all by their c o r-po r-a be of'rioers thereul.to duly authori

IJ,d as of' the aa>' and year fi:-st above "rl tten.

I

,Abt~ st I
{

I
I .11 t-n 7 H~-"l- ~.IS/ Jf'Vl. _.l,,,,.le., -

I Seer-e tary
1

RESEARCH COR?OPetcTIOIf

By lsi ;S.W.Earker

Presicent

THEUNlv~~SI1Y OP ROCHESTER
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De~ Sirl
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! In aocordance vith the agree~ent bat~een Reaea.~h
COfporation and ina University or Rochoster dated
19$ , under ~ich Research Corporation hancles the inveotio~

pa~ntB made by the c.embers of the University's faculty, and
through its F.an&~eIDent, introduces the~ iuto public use, the
University haa adTised us that your invention described 6S

I , is to be
patented and developed by us under that agre~ent, 1n furtheranco,
or\the University's regular patent policy.

, ' The specirio terms or the agre~ent vith The UniverBi~i

orlRochester are available to you th r-ough the University. 3rie.n:n
th~y provide that patent applioations or lcrventions shall be as- I
sigoed to Rese~ch Corporation by the inv~ntor hnd that the pste~tl'

rr~seoution and introauction into use shall be taken care or by I
us l a t our expense. From any Lnc ome that ':':Jay be derived from tbe I
patent, befor~ deduction of any expensea, the agreement provincS
th~t there sball be paid by us to the imentor, hia heirs, s s s I gn s]
anli fC r-aon aL representatives. a percentage o:f that Lricome .hieh ~~!
eStablished in each case by the Universi"ty. Tn the case of YCUI' I
intention thE> University has informed UB tha t thin figure should I
bel per cent. ?apentB of this lL'l'lOunt and reports as to the I
pr-ogr-eas or t~e invention ,"ill be made to you on !-laroh 1.5 ore6.ch
14r.

1

J you might be interested in kno1oiing that the balance or
any inco~e is, in ~eD5rel, divided on a fifty-fifty basis between
th~ Univorsity and 'BeseE-reh Corporation. The amoun t re:::naini::1g
~Fh Research COr}oratioD after p~~~ent of exre~se3 is ~se.d for

I th~ general j:;U"POS6S of our charter i'vrthe aupJ-ort of tech..nicsl
I an~ soientific investif.:ation and research in educational in5ti'~,,-- I
I ti~n5. through our grant.s-in-aid p r-og r-am , A booklet th.. t Ls <1es- I
!crtptive o:f ~csearch Corpor5.tion~B e.ctivitieG is e no Lo e e d 1'0;;" I'

I your informa",ion.
t

. i
The~e ia attached to this lette~ in cuulicate a 5tands~

fo~ of aS5i~~ent. and if you havo no further qu~sticn~ coocero- ,
ink the rr~tter. it ~ould be 5.pp~ciated if you wo~lal

1) Sign tbe enclosed copy of thiz letter ~~d return
it to u61 and "". _.• ;_

-j 2) Sign the enclosed form of assign£6ot, s~e5.r to
{t h~rore a notary public. and return one oopy


