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L rC:ENSEE

Q Article III. PAYMENTS TO LICENSOR'

In consideration of the rights grantee oy LICHNSOR to
hereunder, LICENSEE will pay to LICENSOR the sum of _
__ Thousand Dollars ( ) in three equal installment);

of Thousand Dollars ( ) each, the first such
inS:t~llment being due and payable promptly after the execution of
th~~IAgreement, the second such installment being due and payable on
or Ib,fore the expiration of the first full year following the
ex¢cution of this Agreement, and the third and last such installment
beii'ng due on or before the expir·ation of the second full year

I
fo1jl()wing the execution of this Agreement.

~. In further consideration of the rights granted by LICENSOR
tolLICENSEE hereunder, LICENSEE will pay to LICENSOR

(1) a royalty equal to __ per cent (_%) of the Net Sales
Price of all Licensed Products sold by LICENSEE ••••••

,
prdvi.ded, however, that all payments made under Paragraph A of this

I: .

Art!i¢le shall constitute a credit to LICENSOR which shall be set-off
1,·; '.. . .'

ag~inst payments to be made to LICENSOR under th1s Paragraph B of
th~s"Article to the extent of fifty per cent (50%) of each such
pa~~~nt under this Paragraph B.

I p. Within thi~ty (30) days after the completion of phase II
st~dJes by LICENSOR in the United States on the Licensed Product for
ant Jndication or four (4) years after the Effective Datei whichever
isle~rlier, LICENSOR shall pay to LICENSEE the sum of
thau~and U.s. Dollars (U.S. $).r" .. ..

.4. Within thirty (30) days after the first marketing of the
Li~ensed Product in any of the following countries by LICENSOR;
Braz~l, France, Germany (West), Italy, Spain and United Kingdom, or
fi~e:, (5) years after the Effective Date, whichever is earlier,
LI~EFSOR s ha I ), pay to LICENSEE the sum of U.S.
DOl.lars (U.S. $ ).

CiV IV! FURTHER PAYMENTS

,1. Within thirty (30) days .after Effective Date, LICENSEE
Sh~IJ pay LICENSOR a one time license fee in the amount of
thdu~and U.S. Dollars (O.S. $ ).i . ----

"P' Within thirty (30) da~s after the filing in the United
St~t,s by LICENSEE of an application for an IND (i.e. Notice of
Cl~imed Investigational Exemption) for any Licensed Product, or one
(l~.ear after the Effective Date, whichever is earlier, LICENSEE
sh~QI pay to LICENSOR the sum of thousand U.S.
Dol;:1"21 r s (U. S. $ ) •
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I 5. Within thirty (30) days after the filing by LICENSEE in the
un~t~d States of a New Drug Application for any Licensed Product, or
si~ ,;(6) years after the Effective Date, whichever is earlier,
LI¢ENSEE shall pay to LICENSOR the sum of U.S.
Doh~rs (U.S. $ r ,j .

1~.Within thirty (30) days after the approval of LICENSEE'S
Drt1g Application in the united States fqr the Marketing of a
Li~epsed product, LICENSEE shall pay LICENSOR the sum of
u.~.; Dollars (U.S. $ ). ----------
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I d. All payments made pursuant to Paragraphs 1-6 above shall be
cr4dkt~~~~ ~~y~ ••• ~ one half of earned royalties set forth in ARTICLE
lIt ~bove payable in each calendar quarter.

III ARTICLE V. BEST EFFORTS:

•

IV

V

Ii ~ICENSEE shall use its best efforts to promote the sale of
Li.ehsed Products in the Territory. Shou~d LICENSEE fail to reach
atlV~ast a market share of five percent (5%) of the total market in
ani bountry of the Territory after a period of three (3) years from
th4 kntroduction of Licensed Products in said country, LICENSOR
sh4l~ be entitled to convert the exclusive license granted to
LI¢ENSEE pursuant to Article III in said country to a non-exclusive
ligerse. Said conversion shall become effective six (6) months
af~er LICENSOR has notified LICENSEE in writing of its decision.

. p. (a) UNIVERSITY has determined that the excl~sive license
gr4n:!:ed under this Agreement is necessary as an incentive for
co~mercial development of a Product.

I

(b) In recognition of this, COMPANY agrees to use all
reas~nable efforts to effect introduction of a Product into the
co&~~rcial market as soon as practicable, consistent with sound and
reasonable business practices and judgment.

To this end, COMPANY shall, as soon as practicable
af~e~ it has been determined by COMPANY that a Product has
co*m~rcial potential, ~esign an evaluation and development protocol
tolis~pport new drug application(s) as necessary for commercial use
ofl:t~e method. COMPANY shall, at its own expense, arrange for the
preparation of all materials necessary for carrying out the
pr4t~cols.

j

II I COMPANY shall provide UNIVERSITY with a written annual
re~oft regarding the development and commercial use that is being
madelor intended to be made of inventions covered by UNIVERSITY
InJentions. Such reports shall include information regarding
de*e~opment, the date of first commercial sale, gross sales by
CO~P~NY, and gross royalties paid to UNIVERSITY.

t" .
1[8. Neither this Agreement nor any partes) thereof are to be

codstrued as at variance with or in derogation of any statutory or
codtkacted rights of the United S~ates Government or'any of its
sU~divisions, to all' or part of' the UN'IVERSITY Patent'Rights, and
th. barties hereto assert and declare that it is their mutual intent
tol[r~cognize such prior rights.

] ,

I!~. Except as required by law, neither UNIVERSITY nor COMPANY
sh.ll originate any publicity, news release, or other public
an.o~ncement, written or oral, whether to the publi~ press, to
st9c~holders, or otherwise, relating to this Agreement to any
am~n?ment hereto or to performance hereunder or the existence of an
ar~angement between the parties without the prior written approval
ofi't~eother party. .

ARTTCLE-V I I I
NEW DRUG APPLICATION AND OTHER OBLIGATIONS

1. LICENSEE shall use all reasonable efforts to carry out the
cl,n,cal trials and experimentations ,necessary for the purpose of
ob~atning governmental approvals. LICENSEE shall promptly prepare a
clinical development plan (time and event) and submit it for

j
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VIII

...

!3.1(a) UNIVERSITY and INVESTIGATORS may, but are not
ob~:Li"u_",; '-0, r e c e Lv e from COMPANY, COMPANY proprietary
in~~rmation. Such proprietary information shall be designated, in
wri~ing, as COMPANY's proprietary information at the time it is
of~~red to the UNIVERSITY (COMPANY. PROPRIETARY INFORMATION) and
UN~v,ERSITY AND THE INVESTIGATORS shall have the option whether or
no~!to accept the information so designated. If accepted,
UNiIVERSITY'S only obligation with respect to COMPANY PROPRIETARY
IN~ORMATION is set forth in the following 3.2(a). The obligations
od a'ny INVESTIGATOR who shall accept and receive COMPANY PROPRIETARY
INfORMATION shall set forth in a separate Confidentiality Agreement
tol'l)'e entered into between the such INVESTIGATOR and COMPANY. Such
Coh£identiality Agreement shall not abridge UNIVERSITY's traditional
ri9~ts to publish as set forth in the following 3.2(a).

b. COMPANY agrees to hold in confidence for a period of five
(5) years from the date of disclosure to COMPANY all
RESEARCH INFORMATION received from UNIVERSITY hereunder.

c. The obligations of UNIVERSITY and COMPANY with respect to
COMPANY PROPRIETARY INFORMATION or RESEARCH INFORMATION,
respectively, pursuant to 3.1 and 3.2 shall not apply to
information that:

i. UNIVERSITY and COMPANY may at any time agree in
writing to disclOse;

iv. shall have been acquired by the receiving party from
any third person who is entitled to make such a
disclosure and who has no obligation of
confidentiality to the disclosing party.

I ~ecognizing UNIVERSITY's desire to publish research results ,and
CO~piNY's desire t6 develope the technology for the earliest
in~rtduction to the publiC: UNIVERSITY agrees to use reasonable
ef~ofts not to disclose or transfer RESEARCH INFORMATION to other
th1n!COMPANY without the prior written approval of COMPANY except as
provided for in paragraphs 3.2 (l) and (b), 4.1 and 4.6~

I"~ .

ii. on the EFFECTIVE DATE of this Agreement shall be
generally available to the public or thereafter shall
become so available through no unauthorized act of the
receiving party;

iii. shall not have been acquired by the receiving party,
directly or indirectly, from the other party pursuant
or incidentally to this Agreement; or

4 • Pe!iodic Reports of Research; Confidentiality.

•

Ii ~ University will furnish Com~any semiannually with a written
re~ott summarizing all research activity at the Laboratory not
pr~vlously reported io Co.pany, except to the extent prohibited by
reqiulrements of law. Subject to such requirements and obligations,
un~v'rsity will furnish Company with such additional information
c orrce r n Ln q research at the Laboratory as Company may from time to
ti~e!request. Company will treat as confidential all reports,
in~'ormation and materials furnished to Company, which University has
de~'i~nated as "Confidential" ("Technical Information-). Except to
th~' e x t e n t, pe rmi t ted under a 1 icense ag reemen t en tered into pu r suan t
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tion 5 below, for the'term of' this Agreement and one year
ing termination, Company will not disclose or make available

nical Information to any third party and will use Technical
rmation only for the purpose of evaluating its interest in
re research or possible commercial development of the results of
arch at the Laboratory.

University may, but is not obligated to, receive
idential information from Company. University will not disclose

ke available confidential information received from Company to
parties without Company's written permission. University's

at ions under this paragraph apply only to information which
Co mp.an y has designated in writing as 'Confidential" and which is

tted by Company to University's Science and Technology
DeY~lopment Office.

The obligations of confidence under this Section 4 do not
to any information which:

(a) was known to the party receiving the information
to receipt thereof from the other party:

(b) was or becomes a matter of public information or
cly available through no act or failure to act on the part of

rty receiving the information:

(c) is acquired by the pa~ty receiving the
tion from a third party entitled to disclose the information
or

(d) either party .develops independently •

•
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•• 7 Nothing herein shall be construed to prevent UNIVERSITY
fr4mllic&nsing any. INVENTION, ·PATENT RIG~~~, or RESEARCH I~rC~~;~7iO~

totany other for manufacturing, using or selling of any method
ou.side of the FIELD •

. 4.5 UNIVERSITY and COMPANY recognize and hereby acknowledge
th~tlthe Products will have been made in the course of research
ca~lrfed out under a grant or award which is governed by the GPR.
UNI<V~RSITY and COMPANY affirm their intent to comply with applicable
re~~lations relating to inventions developed under GPR and more
sp~Flfica1iy as follows,

la) UNIVERSITY has determined that the exclusive license
gr~lnl:ed u n d er this Agreement is necessary as an incentive for
c onime r c La L development of the Products.

(b) In recognition of this, COMPANY agrees to use all
re~sbnab1e efforts to effect introduction of the Products into the
co~m~rcia1 market as soon as practicable, consistent with sound and
re~.onab1e business practices and judgment. To this end, COMPANY
shaltl as soon as practicable after it has been determined by COMPANY
th~it!ia Product has commercial potential, design an evaluation and
de~elopment protocol, including but .not limited to clinical studies
and a market evaluation, for such Product. COMPANY shall, at its
ow~ expense, arrange for the preparation of all materials necessary
fod carrying out the protocols.

j.

I: :. (e ) If COMPANY ceases to use reasonable efforts to
in~r6ducea Product after determining that it has commercial
pocl~ntial, or if UNIVERSITY notifies COMPANY that it has. determined
tha1lti<a Product has commercial potential, and COMPANY declines to use
re~sonab1e efforts to introduce such Product, then all right granted
to ~6MPANY hereunder with respect to such Product shall revert
c om'pLe t e Ly to UNIVERSITY four (4) months after written notice of
san\~!from UNIVERSITY to COMPANY and UNIVERSITY shall retain an
irr!evocab1e, world-wide, non-exclusive right and license, with the
ri~hf to grant sublicenses, under COMPANY Inventions and related
tec!hilo1ogy and know-how disclosed to UNIVERSITY pertaining to such
pr~d~ct reverted to UNIVERSITY. In such event, COMPANY will nO
10n~~r be obligated to pay foreign patent costs under Part 2.3Ib)
her'df associated with such Product and UNIVERSITY shall be free to
exp~dit such Product, including the licensing of ~hird parties. In

·th~< ~ven~UN~VERSITY sublicenses a COMPANY ~n~ention,· and/or re1ate~
tec~~0109y or know-how, UNIVERSITY shall pay COMPANY one-half of
roy~~ty income received by UNIVERSITY under such sublicenses and
attlributable to a COMPANY invention and/or related technology or
kno~~how, until COMPANY recovers its expenses in carrying out its
por~ion of the Program, such expenses to be determined in accordanc~

witplestabl±shed accounting prinicp.1es. In the event UNIVERSITY
sUb~lcenses a COMPANY Invention covered by an issued patent owned by
COM~~NY, UNIVERSITY shall pay COMPANY one-half of royalty income
rec~~ved by UNIVERSITY under each such sublicense and attributable
to ~uch COMPANY issued patent for the· life of such patent.

Part 5 - General Provisions

•

<5.1 COMPANY shall provide UNIVERSITY with.a written annual
rep~rt on or before No.ember 1 of each year covering the preceding
yeat; ending September 30, regarding the development and/or
com~ircia1 use that is being made or intended to be made of all
inv'i1tions covered by UNIVERSITY Inventions and COMPANY Inventions.
suc~ ireports shall include information regarding development, the
dat~~f first commercial sale, gross sales by COMPANY, and gross
roya!~ties paid to UNIVERSITY.

J
<
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VI

..

lof LICENSOR, which approval shall not be unreasonably
d, it being understood that the expenditure urtder such plan in
ited States shall be at least $ out-of-pocket plus

$ I internal costs. No less th-;;;-~ every six (6) months,
LI~~~SEEshall-informLICENSOR of. the progress or results of any
Cl~rl'J.cal trials and other experimentations by LICENSEE and/or its
Afdi~iates carried out or being carried out for the purpose of
ob4J~ning approval of the necessary governmental authorities to
ma.~~t Licensed Product in the Territory.

II I~. LICENSEE and/or its Affiliates shall commence marketing
Li9iPsedProduct in each country of the Territory promptly after
re'.l·.~'ving all necessary governmental approvals for such marketing
anq ~ICENSEE shall promptly notify LICENSOR in writing of the
co~ ,ncement of such marketing. .

~I~. ~ICENSEE shall promptly advise LICENSOR if it and its
Affiliates decide not to market Licensed Product hereunder; to
di4Jbntinue, other than for reasons of force majeure, the marketing
ofrrlJ.censed Product in any country of the Territory; or to not
re~J~e the marketing of Licensed Product in any country of the
Te~.i... 1~..·.torY following expiration of any reason of force majeure. Such
no~ Fe shall serve to terminate this Agreement as to that country of
thE! Territory •

•

•• The parties shall promptly advise one another of any
co~d~rmed instances which come to their attention of severe or
un~~pected reactions from the use of Licensed'Compound and/or
Lid~hsed Product.

!

Ij'"li •• S COMPANY shall use best efforts to develop PRODUCTS for
co~ ~rcial sales and distribution throughout the world, and to such
enq.•. Jf.OMPANY, its AFFILIATES or its LICENSEES shall seek to achieve
th, ~ollowing three (3) objectives within the designated years
fp~ pWing the completion of SPONSORED RESEARCH in accordance with
thr! If_ollowing schedule:

ra , within () years, to (i) initiate and diligently
pursue clinical-evaluation of a PRODUCT and in connection
therewith to take all actions necessary under the Food,
Drug and Cosmetic Act (21 USC 301-391), and (ii) to
determine whether to manufacture such PRODUCT for
comme~cial sale to inform UNIVERSI~Yof such determinati6n;

b. within () year, (i) manufacture and distribute
PRODUCT for market testing, and (ii)· to introduce PRODUCT
in the United States, Europe and Japan; and

c. within __ (__) years announce and market for general
... .. c omme r c La L sale a PRODUCT on a world-wide basis;

pr~..jJJ~ded' however, that UNIVERS..u:J: she] J nat unreasonably withhold
its ~ssent ):0 any revision in su.ch~e~_whenever requested 1n
wr~, ,fng by COMPANY and supported by evidenC4-o.f technical
difl1liculties or delays in the clinical stUdies or regulatory process
th~J.theparties could not reasonably have avoided. Failure to
ac~~~ve the above objectives shall result in UNIVERSITY having the
ri~.~~ to cancel any exclusive license granted hereunder or convert
an~ lexclusive license to a non~exclusive license.,

.
s h a'
sa~

L

4.6 At intervals no longer than every six (6) months, COMPANY
1 report in writing to UNIVERSITY on progress made toward the
Ithree (31 objectives.
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