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§ 200. policy and objective.
It is the policy and objective of the Congress to use the patent
system to promote the utilization of inventions arising from
federally supported research or development; to encourage maximum
participation of small business firms in federally supported
research development efforts; to promote collaboration between
commercial concerns and nonprofit organizations, including
universities; to ensure that inventions made by nonprofit
organizations and small business firms are used in a manner to
promote free competition and enterprise; to promote the
commercialization and pUblic availability of inventions made in
the united States by united States industry and labor; to ensure
that the Government obtains sufficient rights in federally
supported inventions to meet the needs of the Government and
protect the public against nonuse or unreasonable use of
inventions; and to minimize the costs of administering policies
in this area.

§ 201. Definitions.
As used in this chapter [35 USCS §§ 200 et seq.]--
(a) The term "Federal agency" means any executive agency as
defined in section 105 of title 5, United States Code [5 UpCS §
105], and the military departments as defihedby section 102 of
title 5, United states Code [5 USCS § 102].
(b) The term "funding agreement" means any contract, grant, or
cooperative agreement entered into between any.Federal agency,



/i----

other than the Tennessee Valley Authority, and any contractor for
the performance of experimental, developmental, or research work
funded in whole or in part by the Federal Government. Such term
includes any assignment, sUbstitution of parties, or subcontract
of any type entered into for the performance of experimental,
developmental, or research work under a funding agreement as
herein defined.
(c) The term "contractor" means any person, small business firm,
or nonprofit organization that is a party to a funding agreement.
(d) The term "invention" means any invention or discovery which
is or may be patentable or otherwise protectable under this title
[35 USCS §§ 1 et seq.] or any novel variety of plant which is or
may be protectable under the Plant Variety Protection Act (7
U.S.C. 2321 et seq.) [7 USCS §§ 2321 et seq.].
(e) The term "subject invention" means any invention of the
contractor conceived or first actually reduced to practice in the
performance of work under a funding agreement: Provided, That in
the case of a variety of plant, the date of determination (as
defined in section 41(d) of the Plant Variety Protection Act (7
U.S.C. 2401(d» [7 uscs § 2401(d)]) must also occur during the
period of contract performance.
(f) The term "practical application" means to manufacture in the
case of a composition or product, to practice in the case of a
process or method, or to operate in the case of a machine or
system; and, in each case, under such conditions as to establish
that the invention is being utilized and that its benefits are to
the extent permitted by law or Government regUlations available
to the public on reasonable terms.
(g) The term "made" when used in relation to any invention means
the conception or first actual reduction to practice of such
invention.
(h) The term."small business firm" means a small business concern
as defined at section 2 of Public Law 85-536 (15 U.S.C. 632) [15
USCS § 632] and implementing regulations of the Administrator of
the Small Business Administration.
(i) The term "nonprofit organization" means universities and
other institutions of higher education or an organization of the
type described in section 501(C) (3)] and exempt from taxation
under section 501(a) of the Internal Revenue Code (26 U.S.C.
501(a» [26 USCS § 501(a)] or any nonprofit scientific or
educational organization qualified under a State nonprofit
organization statute.

§ 202. Disposition of rights.
(a) Each nonprofit organization or small business firm may,
within a reasonable time after disclosure as required by
paragraph (C)(l) of this section, elect to retain title to any
subject invention: Provided, however, That a funding agreement
may provide otherwise (i) when the contractor is not located in
the United States or does not have a place of business located in
the United States or is SUbject to the control of a foreign
government (ii) in exceptional circumstances when it is
determined by the agency that restriction or elimination of the
right to retain title to any subject invention will better



promote the policy and objectives of this chapter[,] (iii) when
it is determined by a Government authority which is authorized by
statute or Executive order to conduct foreign intelligence or
counter-intelligence activities that the restriction or
elimination of the right to retain title to any sUbject invention
is necessary to protect the security of such activities or,
[(]iv) when the funding agreement includes the operation of a
Government-owned, contractor-operated facility of the Department
of Energy primarily dedicated to that Department's naval nuclear
propulsion or weapons related programs and all funding agreement
limitations under this sUbparagraph on the contractor's right to
elect title to a subject invention are limited to inventions
occurring under the above two programs to the Department of
Energy.[.] The rights of the nonprofit organization or small
business firm shall be subject to the provisions of paragraph (c)
of this section and the other provisions of this chapter [35 USCS
§§ 200 et seq.].
(b) (1) The rights of the Government under subsection (a) shall

not be exercised by a Federal agency unless it first
determines that at least one of the conditions identified in
clauses (i) through (iv) of subsection (a) exists. Except in
the case of subsection (a) (iii), the agency shall file with
the Secretary of Commerce, within thirty days after the award
of the applicable funding agreement, a copy of such
determination. In the case of a determination under
sUbsection (a)(ii), the statement shall include an analysis
justifying the determination. In the case of determinations
applicable to funding agreements with small business firms,
copies shall be sent to the Chief Counsel for Advocacy of the
Small Business Administration. If the Secretary of Commerce
believes that any individual determination or pattern of
determinations is contrary to the policies and objectives of
this chapter or otherwise not in conformance with this
chapter, the Secretary shall so advise the head of the agency
concerned and the Administrator of the Office of Federal
Procurement policy, and recommend corrective actions.
(2) Whenever the Administrator of the Office of Federal
Procurement policy has determined that one or more Federal
agencies are utilizing the authority of clause (i) or (ii) of
subsection (a) of this section in a manner that is contrary to
the policies and objectives of this chapter, the Administrator
is authorized to issue regulations describing classes of
situations in which agencies may not exercise the authorities
of those clauses.
(3) At least once each year, the Comptroller General shall
transmit a report to the Committees on the JUdiciary of the
Senate and House of Representatives on the manner in which
this chapter [35 USCS §§ 200 et seq.] is being implemented by
the agencies and on such other aspects of Government patent
policies and practices with respect to federally funded
inventions as the Comptroller General believes appropriate.
(4) If the contractor believes that a determination is
contrary to the policies and objectives of this chapter or
constitutes an abuse of discretion by the agency, the



determination shall be subject to the last paragraph of
section 203(2) [35 uses § 203(2)].

(c) Each funding agreement with a small business firm or
nonprofit organization shall contain appropriate provisions t.o
effectuate the following:

(1) That the contractor disclose each sUbject invention to the
Federal agency within a reasonable time after it becomes known
to contractor personnel responsible for the administration of
patent matters, and that the Federal Government may receive
title to any sUbject invention not disclosed to it within such
time.
(2) That the contractor make a written election within two
years after disclosure to the Federal agency (or such
additional time as may be approved by the Federal agency)
whether the contractor will retain title to a sUbject
invention: Provided, That in any case where pUblication, on
sale, or public use, has initiated the one year statutory
period in which valid patent protection can still be obtained
in the united states, the period for election may be shortened
by the Federal agency to a date that is not more than sixty
days prior to the end of the statutory period: And provided
further, That the Federal Government may receive title to any
subject invention in which the contractor does not elect to
retain rights or fails to elect rights within such times.
(3) That a contractor electing rights in a sUbject invention
agrees to file a patent application prior to any statutory bar
date that may occur under this title [35 uses §§ 1 et seq.]
due to pUblication, on sale, or pUblic use, and shall
thereafter file corresponding patent applications in other
countries in which it wishes to retain title within reasonable
times, and that the Federal Government may receive title to
any sUbject inventions in the United states or other countries
in which the contractor has not filed patent applications on
the subject invention within such times.
(4) with respect to any invention in which the contractor
elects rights, the Federal agency shall have a nonexclusive,
nontransferable, irrevocable, paid-up license to practice or
have practiced for or on behalf of the United states any
sUbject invention throughout the world: Provided, That the
funding agreement may provide for such additional rights;
including the right to assign or have assigned foreign patent
rights in the sUbject invention, as are determined by the
agency as necessary for meeting the obligations of the united
states under any treaty, international agreement, arrangement
of cooperation, memorandum of understanding, or similar
arrangement, including military agreement relating to weapons
development and production.
(5) The right of the Federal agency to require periodic
reporting on the utilization or efforts at obtaining
utilization that are being made by the contractor or his
licensees or assignees: Provided, That any such information as
well as any information on utilization or efforts at obtaining
utilization obtained as part of a proceeding under section 203
of this chapter [35 uses § 203] shall be treated by the



Federal agency as commercial and financial information
obtained from a person and privileged and confidential and not
subject to disclosure under section 552 of title 5 of the
united states Code [5 USCS § 552].
(6) An obligation on the part of the contractor, in the event
a united states patent application is filed by or on its
behalf or by any assignee of the contractor, to include within
the specification of such application and any patent issuing
thereon, a statement specifying that the invention was made
with Government support and that the government has certain
rights in the invention.
(7) In the case of a nonprofit organization, (A) a prohibition
upon the, assignment of rights to a subject invention in the
united states without the approval of the Federal agency,
except where such assignment is made to an organization which
has as one of its primary functions the management of
inventions (provided that such assignee shall be subject to
the same provisions a the contractor); (B) a requirement that
the contractor share royalties with the inventor; (C) except
with respect to a funding agreement for the operation of a
Government-owned-contractor-operated facility, a requirement
that the balance of any royalties or income earned by the
contractor with respect to subject inventions, after payment
of expenses (including payments to inventors) incidental to
the administration of subject inventions, be utilized for the
support of scientific research or education; (D) a requirement
that, except where it proves infeasible after a reasonable
inquiry, in the licensing of SUbject inventions shall be given
to small business firms; and (E) with respect to a funding
agreement for the operation of a Government-owned-contractor
operated facility, requirements (i) that after payment of
patenting costs, licensing costs, payments to inventors, and
other expenses incidental to the administration of SUbject
inventions, 100 percent of the balance of any royalties or
income earned and retained by the con~ractor during any fiscal
year up to an amount equal to 5 percent of the annual bUdget
of the facility; shall be used by the contractor for
scientific research, development, and education consistent
with the research and development mission and objectives of
the facility, including activities that increase the licensing
potential of other inventions of the facility" including
activities that increase the licensing potential of other
inventions of the facility; provided that if said balance
exceeds 5 percent of the annual budget of the facility, that
75 percent of such excess shall be paid to the Treasury of the
united states and the remaining 25 percent shall be used for
the same purposes as described above in this clause (D); and
(ii) that, to the extent it provides the most effective
technology transfer, the licensing of subject inventions shall
be administered by contractor employees on location at the
facility.
(8) The requirements of sections 203 and 204 of this chapter
[35 USCS §§ 200 et seq.].

(f) (1) No funding agreement with a small business firm or



nonprofit organization shall contain a provision allowing a
Federal agency to require the licensing to third parties of
inventions owned by the contractor that are not subject
inventions unless such provision has been approved by the head
of the agency and a written justification has been signed by
the head of the agency. Any such provision shall clearly
state whether the licensing may be required in connection with
the practice of a sUbject invention, a specifically identified
work object, or both. The head of the agency may not delegate
the authority to approve provisions or sign justifications
required by this paragraph.
(2) A Federal agency shall not require the licensing of third
parties under any such provision unless the head of the agency
determines that the use of the invention by others is
necessary for the practice of a sUbject invention or for the
use of a work object of the funding agreement and that such
action is necessary to achieve the practical application of
the sUbject invention or work object. Any such determination
shall be on the record after an opportunity for an agency
hearing. Any action commenced for judicial review of such
determination shall be brought within sixty days after
notification of such determination.

§ 203. March-in rights.
(1) with respect to any sUbject invention in which a small
business firm or nonprofit organization has acquired title under
this chapter [35 uses §§ 200 et seq.], the Federal agency under
whose funding agreement the subject invention was made shall have
the right, in accordance with such procedures as are provided in
regulations promulgated hereunder to require the contractor, an
assignee or exclusive licensee of a sUbject invention to grant a
nonexclusive, partially exclusive, or exclusive license in any
field of use to a responsible applicant or applicants, upon terms
that are reasonable under the circumstances, and if the
contractor, assignee, or exclusive licensee refuses such request,
to grant such a license itself, if the Federal agency determines
that such--

(a) action is necessary because the contractor or assignee has
not taken, or is not expected to take within a reasonable
time, effective steps to achieve practical application of the
sUbject invention in such field of use;
(b) action is necessary to alleviate health or safety needs
which are not reasonably satisfied by the contractor,
assignee, or their licensees;
(c) action is necessary to meet requirements for public use
specified by Federal regulations and such requirements are not
reasonably satisfied by the contractor, assignee, or
licensees; or
(d) action is necessary because the agreement required by
section 204 [35 uses § 204] has not been obtained or waived or
because a licensee of the exclusive right to use or sell any
sUbject invention in the united states is in breach of its
agreement obtained pursuant to section 204 [[35 uses § 204].



(2) A determination pursuant to this section or section
202(b)(4)] shall not be sUbject to the contract Disputes Act (41
U.S.C. § 601 et seq.) [41 USCS §§ 601 et seq.]. An
administrative appeals procedure shall be established by
regulations promulgated in accordance with section 206 [35 USCS §
206]. Additionally, any contractor, inventor, assignee, or
exclusive licensee adversely affected by a determination under
this section may, at any time within sixty days after the
determination is issued, file a petition in the united states
Claims Court, which shall have jurisdiction to determine the
appeal on the record and to affirm, reverse, remand or modify,
(II,) as appropriate, the determination of the Federal agency. In
cases described in paragraphs (a) and (c), the agency's
determination shall be held in abeyance pending the exhaustion of
appeals or petitions filed under the preceding sentence.

§ 204. Preference for the united states industry.
Notwithstanding any other provision of this chapter, [35 USCS §§
200 et seq.], no small business firm or nonprofit organization
which receives title to any subject invention and no assignee of
any such small business firm or nonprofit organization shall
grant to any person the exclusive right to use or sell any
subject invention in the united states unless such person agrees
that any products embodying the subject invention or produced
through the use of the sUbject invention will be manufactured
sUbstantially in the united states. However, in individual
cases, the requirement for such an agreement may be waived by the
Federal agency under whose funding agreement the invention was
made upon a showing by the small business firm, nonprofit
organization, or assignee that reasonable but unsuccessful
efforts have been made to grant licenses on similar terms to
potential licensees that would be likely to manufacture
sUbstantially in the united states or that under the
circumstances domestic manufacture is not commercially feasible.

§ 205. Confidentiality.
Federal agencies are authorized to withhold from disclosure to
the pUblic information disclosing any invention in which the
Federal Government owns or may own a right, title, or interest
(including a nonexclusive license) for a reasonable time in order
for a patent application to be filed. Furthermore, Federal
agencies shall not be required to release copies of any document
which is part of an application for patent filed with the united
states Patent and Trademark Office or with any foreign patent
office.

§ 206. Uniform clauses and regulations.
The Secretary of Commerce may issue regulations which may be made
applicable to Federal agencies implementing the provisions of
sections 202 through 204 of this chapter [35 USCS §§ 202-204] and
shall establish standard funding agreement provisions required
under this chapter [35 USCS §§ 200 et seq.]. The regulations and
the standard funding agreement shall be SUbject to pUblic comment
before their issuance.



§ 207. Domestio and foreign protection of federally owned
inventions.
(a) Each Federal agency is authorized to--

(1) apply for, obtain, and maintain patents or other forms
of protection in the United states and in foreign countries
on inventions in which the Federal Government owns a right,
title or interest;
(2) grant nonexclusive, exclusive, or partially exclusive
licenses under federally owned patent applications, patents,
or other forms of protection obtained, royalty-free or for
royalties or other consideration, and on such terms and
conditions, including the grant to the licensee of the right
of enforcement pursuant to the provisions of chapter 29 of
this title [35 USCS §§ 281 et seq.] as determined
appropriate in the pUblic interest;
(3) undertake all other suitable and necessary steps to
protect and administer rights to federally owned inventions
on behalf of the Federal Government either directly or
through contact; and
(4) transfer custody and administration, in whole or in
part, to another Federal agency, of the right, title or
interest in any federally owned invention.

(b) For the purpose of assuring the effective management of
Government-owned inventions, the Secretary of Commerce is
authorized to--

(1) assist Federal agency efforts to promote the licensing
and utilization of Government-owned inventions;
(2) assist Federal agencies in seeking protection and
maintaining inventions in foreign countries, including the
payment of fees and costs connected therewith; and
(3) consult with and advise Federal agencies as to areas of
science and technology research and development with
potential for commercialization utilization.

§ 208. Regulations governing Federal lioensing.
The Secretary of Commerce is authorized to promUlgate regulations
specifying the terms and conditions upon which any federally
owned invention, other than inventions owned by the Tennessee
Valley Authority, may be licensed on a nonexclusive, partially
exclusive, or exclusive basis.

§ 209. Restriotions on lioensing of federally owned inventions.
(a) No Federal agency shall grant any license under a patent or
patent application on a federally owned invention unless the
person requesting the license has supplied the agency with a plan
for development and/or marketing of the invention, except that
any such plan may be treated by the Federal agency as commercial
and financial information obtained from a person and privileged
and confidential and not SUbject to disclosure under section 552
of title 5 of the United states Code [5 USCS § 552].
(b) A federal agency shall normally grant the right to use or
sell any federally owned invention in the United states only to a
licensee that agrees that any products embodying the invention or



produced through the use of the invention will be manufactured
sUbstantially in the united states.
(c) (1) Each Federal agency may grant exclusive or partially
exclusive licenses in any invention covered by a federally owned
domestic patent or patent application only if, after pUblic
notice and opportunity for filing written objections, it is
determined that--

(A) the interests of the Federal government and the pUblic
will best be served by the proposed license in view of the
applicant's intentions, plans, and ability to bring the
invention to practical application or otherwise promote the
invention's utilization by the pUblic;
(B) the desired practical application has not been achieved,
or is not likely expeditiously to be achieved, under any
nonexclusive license which has been granted, or w~ich may be
granted, on the invention;
(e) exclusive or partially exclusive licensing is a
reasonable and necessary incentive to call forth the
investment of risk capital and expenditures to bring the
invention to practical application or otherwise promote the
invention's utilization by the pUblic; and
(D) the proposed terms and scope of exclusivity are not
greater than reasonably necessary to provide the incentive
for bringing the invention to practical application or
otherwise promote the invention's utilization by the pUblic.

(2) A Federal agency shall not grant such exclusive or
partially exclusive license under paragraph (1) of this
subsection if it determines that the grant of such license
will tend sUbstantially to lessen competition or result in
undue concentration in any section of the country in any line
of commerce to which the technology to be licensed relates,
or to create or maintain other situations inconsistent with
the antitrust laws.
(3) First preference in the exclusive or partially exclusive
licensing of federally owned inventions shall go to small
business firms sUbmitting plans that are determined by the
agency to be within the capabilities of the firms and equally
likely, if executed, to bring the invention to practical
application as any plans submitted by applicants that are not
small business firms.

(d) After consideration of whether the interests of the Federal
Government or United states industry in foreign commerce will be
enhanced, any Federal agency may grant exclusive or partially
exclusive licenses in any invention covered by a foreign patent
application or patent, after pUblic notice and opportunity for
filing written objections, except that a Federal agency shall not
grant such exclusive or partially exclusive license if it
determines that the grant of such license will tend substantially
to lessen competition or result in undue concentration in any
section of the united states in any line of commerce to which the
technology to be licensed relates, or to create or maintain other
situations inconsistent with antitrust laws.
(e) The Federal agency shall maintain a record of determinations
to grant exclusive or partially exclusive licenses.



(f) Any grant of a license shall contain such terms and
conditions as the Federal agency determines appropriate for the
protection of the interests of the Federal Government and the
public, including provisions for the following:

(1) periodic reporting on the utilization or efforts at
obtaining utilization that are being made by the licensee with
particular reference to the plan submitted: Provided, That any
such information may be treated by the Federal agency as
commercial and financial information obtained from a person
and privileged and confidential and not subject to disclosure
under section 552 of title 5 of the united states Code [5 USCS
§ 552];
(2) the right of the Federal agency to terminate such license
in whole or in part of it determines that the licensee is not
executing the plan submitted with its request for a license
and the licensee cannot otherwise demonstrate to the
satisfaction of the Federal agency that it has taken or can be
expected to take within a reasonable time, effective steps to
achieve practical application of the invention;
(3) the right of the Federal agency to terminate such license
in whole or in part if the licensee is in breach of an
agreement obtained pursuant to paragraph (b) of this section;
and
(4) the right of the Federal agency to terminate the license
in whole or in part if the agency determines that such action
is necessary to meet requirements for public use specified by
Federal regulations issued after the date of the license and
such requirements are not reasonably satisfied by the
licensee.

§ 210. Precedence of chapter.
(a) This chapter [35 USCS §§ 200 et seq.]. shall take precedence
over any other Act which would require a disposition of rights in
subject inventions of small business firms or nonprofit
organizations contractors in a manner that is inconsistent with
this chapter [35 USCS §§ 200 et seq.], including but not
necessarily limited to the following:

(1) section 10(a) of the Act of June 29, 1935, as added by
title 1 of the Act of August 14, 1946 (7 U.S.C. 427i(a); 60
stat. 1085) [7 USCS § 427i(a)];
(2) section 205(a) of the Act of August 14, 1946 (7 U.S.C.
1624 (a); 60 stat. 1090) [7 USCS § 1624 (a) ] ;
(3) section 501(c) of the Federal Mine safety and Health Act
of 1977 (30 U.S.C. 951(c); 83 stat. 742) [30 USCS § 951(c)];
(4) section 106(c) of the National Traffic and Motor Vehicle
Safety Act of 1966 (15 U.S.C. 1395(c); 80 Stat. 721) [15 USCS
§ 1395(c)];
(5) section 12 of the National Science Foundation Act of 1950
(42 U.S.C. 1871(a); 82 Stat. 360) [42 USCS § 1871];
(6) section 152 of the Atomic Energy Act of 1954 (42 U.S.C.
2182; 68 Stat. 943) [42 USCS § 2182];
(7) section 305 of the National Aeronautics and Space Act of
1958 (42 U.S.C. 2457) [42 USCS § 2457];
(8) section 6 of the Coal Research Development Act of 1960 (30



U.S.C. 666; 74 stat. 337) [30 USCS § 666];
(9) section 4 of the Helium Act Amendments of 1960 (50 U.S.C.
167b; 74 stat. 920) [50 USCS § 167b];
(10) section 32 of the Arms Control and Disarmament Act of
1961 (22 U.S.C. 2572; 75 stat. 634) [22 USCS § 2572];
(11) subsection (e) of section 302 of the Appalachian Regional
Development Act of 1965 (40 U.S.C. App. 302(e); 79 stat. 5)
[40 USCS Appx. § 302(e)];
(12) section 9 of the Federal Nonnuclear Energy Research and
Development Act of 1974 (42 U.S.C. 5901; 88 stat. 1878) [42
USCS § 5901];
(13) section 5(d) of the consumer Product Safety Act (15
U.S.C. 2054(d); 86 Stat. 1211) [15 USCS § 2054(d)];
(14) section 3 of the Act of AprilS, 1944 (30 U.S.C. 323; 58
Stat. 191) [30 USCS § 323];
(15) section 8001(c) (3) of the Solid waste Disposal Act (42
U.S.C. 6981(c); 90 Stat. 2829) [42 USCS § 6981(c) (3)];
(16) section 219 of the Foreign Assistance Act of 1961 (22
U.S.C. 2179; 83 Stat. 806) [22 USCS § 2179];
(17) section 427(b) of the Federal Mine Health and Safety Act
of 1977 (30 U.S.C. 937(b); 86 Stat. 155) [30 USCS § 937(b)];
(18) section 306(d) of the Surface Mining and Reclamation Act
of 1977 (30 U.S.C. 1226(d); 91 Stat. 455) [30 USCS § 1226(d)];
(19) section 21(d) of the Federal Fire Prevention and Control
Act of 1974 (15 U.S.C. 2218(d); 88 Stat. 1548) [15 USCS §
2218(d)];
(20) section 6(b) of the Solar Photovoltaic Energy Research
Development and Demonstration Act of 1978 (42 U.S.C. 5585(b);
92 Stat. 2516) [42 USCS § 5585(b)];
(21) section 12 of the Native Latex Commercialization and
Economic Development Act of 1978 (7 U.S.C. 178(j); 92 Stat.
2533) [7 USCS § 178j]; and
(22) section 408 of the water Resources and Development Act of
1978 (42 U.S.C. 7879; 92 Stat. 1360) [42 USCS § 7879].

The Act creating this chapter shall be construed to take
precedence over any future Act unless that Act specifically cites
this Act and provides that it shall take precedence over this
Act.

(b) Nothing in this chapter [35 USCS §§ 200 et seq.] is intended
to alter the effect of the laws cited in paragraph (a) of this
section or any other laws with respect to the disposition of
rights in inventions made in the performance of funding
agreements with persons other than nonprofit organizations or
small business firms.
(c) Nothing in this chapter [35 USCS §§ 200 et seq.] is intended
to limit the authority of agencies to agree to the disposition of
rights in inventions made in the performance of work under
funding agreements with persons other than nonprofit
organizations or small business firms in accordance with the
Statement of Government Patent Policy issued on February 18,
1983, agency regulations, or other applicable regulations or to
otherwise limit the authority of agencies to allow such persons
to retain ownership of inventions. Any disposition of rights in



inventions made in accordance with the statement or implementing
regulations, including any disposition occurring before enactment
of this section, are hereby authorized except that all funding
agreements, including those with other than small business firms
and nonprofit organizations, shall include the requirements
established in paragraph 202(C) (4) and section 203 of this title
[35 USCS §§ 202(C) (4) and 203]. [.]
(d) Nothing in this chapter [35 USCS §§ 200 et seq.] shall be
construed to require the disclosure of intelligence sources ,or
methods or to otherwise affect the authority granted to the
Director of Central Intelligence by statute or Executive order
for the protection of intelligence sources or methods.

§ 211. Relationship to antitrust laws.
Nothing in this chapter [35 USCS §§ 200 et seq.] shall be deemed
to convey to any person immunity from civil or criminal
liability, or to create any defenses to actions, under any
antitrust laws.

§ 212. Disposition of rights in education awards.
No scholarship, fellowship, training grant, or other funding
agreement made by a Federal agency primarily to an awardee for
educational purposes will contain any provision giving the
Federal agency any rights to inventions made by the awardee.
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§ 200. policy and objective.
It is the policy and objective of the Congress to use the patent
system to promote the utilization of inventions arising from
federally supported research or development; to encourage maximum
participation of small business firms in federally supported
research development efforts; to promote collaboration between
commercial concerns and nonprofit organizations, including
universities; to ensure that inventions made by nonprofit
organizations and small business firms are used in a manner to
promote free competition and enterprise; to promote the
commercialization and public availability of inventions made in
the united States by united States industry and labor; to ensure
that the Government obtains sufficient rights in federally
supported inventions to meet the needs of the Government and
protect the public against nonuse or unreasonable use of
inventions; and to minimize the costs of administering policies in
this area.

§ 201. Definitions.
As used in this chapter [35 USCS §§ 200 et seq.]--
(a) The term "Federal agency" means any executive agency as defined
in section 105 of title 5, united States Code [5 USCS § 105], and
the military departments as defined by section 102 of title 5,
united States Code [5 USCS § 102].
(b) The term "funding agreement" means any contract, grant, or
cooperative agreement entered into between any Federal agency,
other than the Tennessee Valley Authority, and any contractor for
the performance of experimental, developmental, or research work
funded in whole or in part by the Federal Government. Such term
includes any assignment, sUbstitution of parties, or subcontract
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of any type entered into for the performance of experimental,
developmental, or research work under a funding agreement as herein
defined.
(c) The term "contractor" means any person, small business firm,
or nonprofit organization that is a party to a funding agreement.
(d) The term "invention" means any invention or discovery which is
or may be patentable or otherwise protectable under this title [35
USCS §§ 1 et seq.] or any novel variety of plant which is or may
be protectable under the Plant Variety Protection Act (7 U.S.C.
2321 et seq.) [7 USCS §§ 2321 et seq.].
(e) The term "subject invention" means any invention of the
contractor conceived or first actually reduced to practice in the
performance of work under a funding agreement: Provided, That in
the case of a variety of plant, the date of determination (as
defined in section 41(d) of the Plant variety Protection Act [?
U.S.C. 2401(dlJ} [7 USCS § 2401(d)]'\1 must also occur during the
period of contract performance. ~

(f) The term "practical application" means to manufacture in the
case of a composition or product, to practice in the case of a
process or method, or to operate in the case of a machine or
system; and, in each case, under such conditions as to establish
that the invention is being utilized and that its benefits are to
the extent permitted by law or Government regulations available to
the pUblic on reasonable terms.
(g) The term "made" when used in relation to any invention means
the conception or first actual reduction to practice of such
invention.
(h) The term "small business firm" means a small business concern
as defined at section 2 of Public Law 85-536 (15 U.S.C. 632) [15
USeS § 632] and implementing regulations of the Administrator of
the Small Business Administration.
(i) The term "nonprofit organization" means universities and other
institutions of higher educati~n90r an organization of the type
described in section 501(c) (3H.... -and exempt from taxation under
section 501(a) of the Internal Revenue Code [26 U..S.C. 501(a») [26
USCS § 501(a)] or any nonprofit scientific or educat~onal

organization qualified under a State nonprofit organization
statute.

§ 202. Disposition of rights.
(a) Each nonprofit organization or small business firm may, within
a reasonable time after disclosure as required by paragraph (c) (1)
of this section, elect to retain title to any sUbject invention:
Provided, however, That a funding agreement may provide otherwise
(i) when the contractor is not located in the united States or does
not have a place of business located in the united States or is
sUbject to the control of a foreign government (ii) in exceptional
circumstances when it is determined by the agency that restriction
or elimination of the right to retain title to any sUbject
invention will better promote the policy and objectives of this
chapter~~ (iii) when it is determined by a Government authority
which is authorized by statute or Executive order to conduct
foreign intelligence or counter-intelligence activities that the
restriction or elimination of the right to retain title to any
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subject Lnverrt.Lon Ji!ne~ssary to protect the security of such
activities or , i('{~~) I when the funding agreement includes the
operation of a Government-owned, contractor-operated facility of
the Department of Energy primarily dedicated to that Department's
naval nuclear propulsion or weapons related programs and all
funding agreement limitations under this subparagraph on the
contractor I s right to elect title to a subj ect invention are
limited to inventions occurring under the above two programs to the
Department of Energ~ The rights of the nonprofit organization
or small business "fiin( shall be sUbject to the provisions of
paragraph (c) of this section and the other provisions of this
chapter [35 USCS §§ 200 et seq.]. .
(b) (1) The rights of the Government under subsection (a) shall not

be exercised by a Federal agency unless it first determines that
at least one of the conditions identified in clauses (i) through
(iv) of subsection (a) exists. Except in the case of subsection
(a) (iii), the agency shall file with the Secretary of Commerce,
within thirty days after the award of the applicable funding
agreement, a copy of such determination. In the case of a
determination under subsection (a) (ii), the statement shall
include an analysis justifying the determination. In the case
of determinations applicable to funding agreements with small
business firms, copies shall be sent to the Chief Counsel for
Advocacy of the Small Business Administration. If the Secretary
of Commerce .believes that any individual determination or
pattern of determinations is contrary to the policies and
objectives of this chapter or otherwise not in conformance with
this chapter, the Secretary shall so advise the head of the
agency concerned and the Administrator of the Office of Federal
Procurement Policy, and recommend corrective actions.
(2) Whenever the Administrator of the Office of Federal
Procurement Policy has determined that one or more Federal
agencies are utilizing the authority of clause (i) or (ii) of
subsection (a) of this section in a manner that is contrary to
the policies and objectives of this chapter, the Administrator
is authorized to issue regUlations describing classes of
situations in which agencies may not exercise the authorities
of those clauses.
(3) At least once each year, the Comptroller General shall
transmit a report to the Committees on the Judiciary of the
Senate and House of Representatives on the manner in which this
chapter [35 USCS §§ 200 et seq.] is being implemented by the
agencies and on such other aspects of Government patent policies
and practices with respect to federally funded inventions as the
Comptroller General believes appropriate.
(4) If the contractor believes that a determination is contrary
to the policies and objectives of this chapter or constitutes
an abuse of discretion by the agency, the determination shall
be sUbject to the last paragraph of section 203(2) [35 USCS §
203(2)].

(c) Each funding agreement with a small business firm or nonprofit
organization shall contain appropriate provisions to effectuate the
following:

(1) That the contractor disclose each subject invention to the
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Federal agency within a reasonable time after it becomes known
to contractor personnel responsible for the administration of
patent matters, and that the Federal Government may receive
title to any subject invention not disclosed to it within such
time.
(2) That the contractor make a written election within two years
after disclosure to the Federal agency (or such additional time
as may be approved by the Federal agency) whether the contractor
will retain title to a ~'ect invention: provided, That in any
case where pUblication, n sale, or public use, has initiated
the one year statutory pe , d in which valid patent protection
can still be obtained in the united states, the period for
election may be shortened by the Federal agency to a date that
is not more than sixty days prior to the end of the statutory
period: And provided further, That the Federal Government may
receive title to any sUbject invention in which the contractor
does not elect to retain rights or fails to elect rights within
such times.
(3) That a contractor electing rights in a sUbject invention
agrees to file ~tent application prior to any statutory bar
date that may 0 cu under this title [35 USCS §§ 1 et seq.] due
to publication, on' sale, or pUblic use, and shall thereafter
file correspondi patent applications in other countries in
which it wishes to retain title within reasonable times, and
that the Federal Government may receive title to any subject
inventions in the united states or other countries in which the
contractor has not filed patent applications on the subj ect;
invention within such times.
(4) with respect to any invention in which the contractor elects
rights, the Federal agency shall have a nonexclusive,
nontransferable, irrevocable, paid-up license to practice or
have practiced for or on behalf of the united states any sUbject
invention throughout the world: Provided, That the funding
agreement may provide for such additional rights; including the
right to assign or have assigned foreign patent rights in the
subject invention, as are determined by the agency as necessary
for meeting the obligations of the united states under any
treaty, international agreement, arrangement of cooperation,
memorandum of understanding, or similar arrangement, including
military agreement relating to weapons development and
production.
(5) The right of the Federal agency to require periodic
reporting on the utilization or ~fforts at obtaining utilization
that are being made by the contractor or his licensees or
assignees: Provided, That any such information as well as any
information on utilization or efforts at obtaining utilization
obtained as part of a proceeding under section 203 of this
chapter [35 USCS § 203] shall be treated by the Federal agency
as commercial and financial information obtained from a person
and privileged and confidential and not sUbject to disclosure
under section 552 of title 5 of the united states Code [5 USCS
§ 552].
(6) An obliga'tion on the part of the contractor, in the event
a united states patent application is filed by or on its behalf



or by any assignee of the contractor, to include within the
specification of such application and any patent issuing
thereon, a statement specifying that the invention was made with
Government support and that the government has certain rights
in the invention.
(7) In the case of a nonprofit organization, (A) a prohibition
upon the assignment of rights to a subj ect invention in the
united states without the approval of the Federal agency, except
where such assignment is made to an organization which has as
one of its primary functions the management of inventions
(provided that such assignee shall be subject to the same.
provisions a the contractor); (B) a requirement that the
contractor share royalties with the inventor; (e) except with
respect to a funding agreement for the operation of a
Government-owned-contractor-operated facility, a requirement
that the balance of any royalties or income earned by the
contractor with respect to sUbject inventions, after payment of
expenses (including payments to inventors) incidental to the
administration of SUbject inventions, be utilized for the
support of scientific research or education; (D) a requirement
that, except where it proves infeasible after a reasonable
inquiry, in the licensing of SUbject inventions shall be given
to small business firms; and (E) with respect to a funding
agreement for the operation of a Government-owned-contractor
operated facility, requirements (i) that after payment of
patenting costs, licensing costs, payments to inventors, and
other expenses incidental to the administration of SUbject
inventions, 100 percent of the balance of any royalties or
income earned and retained by the contractor during any fiscal
year up to an amount equal to 5 percent of the annual budget of
the facility; shall be used by the contractor for scientific
research, development, and education consistent with the
research and development mission and objectives of the facility,
including activities that increase the licensing potential of
other inventions of the facility" including activities that
increase the licensing potential of other inventions of the
facility; provided that if said balance exceeds 5 percent of the
annual bUdget of the facility, that 75 percent of such excess
shall be paid to the Treasury of the United states and the
remaining 25 percent shall be used for the same purposes as
described above in this clause (D); and (ii) that, to the extent
it provides the most effective technology transfer, the

~ licensing of SUbject inventions shall be administered by

Q
- contractor employees on location at the facility.

\(8) The requirements of sections 203 and 204 of this chapter [35
S'S §§ 200 et seq.].

(f) (1) No funding agreement with a small business firm or nonprofit
organization shall contain a provision allowing a Federal agency
to require the licensing to third parties of inventions owned
by the contractor that are not SUbject inventions unless such
provision has been approved by the head of the agency and a
written justification has been signed by the head of the agency.
Any such provision shall clearly state whether the licensing may
be required in connection with the practice of a subject



invention, a specifically identified work object, or both. The
head of the agency may not delegate the authority to approve
provisions or sign justifications required by this paragraph.
(2) A Federal agency shall not require the licensing of third
parties under any such provision unless the head of the agency
determines that the use of the invention by others is necessary
for the practice of a sUbject invention or for the use of a work
object of the funding agreement and that such action is
necessary to achieve the practical application of the subject
invention or work object. Any such determination shall be on
the record after an opportunity for an agency hearing. Any
action commenced for judicial review of such determination shall
be brought within sixty days after notification of such
determination.

§ 203. March-in rights.
(1) with respect to any subject invention in which a small
business firm or nonprofit organization has acquired title under
this chapter [35 USCS §§ 200 et seq.], the Federal agency under
whose funding agreement the SUbject invention was made shall have
the right, in accordance with such procedures as are provided in
regUlations promulgated hereunder to require the contractor, an
assignee or exclusive licensee of a SUbject invention to grant a
nonexclusive, partially exclusive, or exclusive license in any
field of use to a responsible applicant or applicants, upon terms
that are reasonable under the circumstances, and if the contractor,
assignee, or exclusive licensee refuses such request, to grant such
a license itself, if the Federal agency determines that such--

(a) action is necessary because the contractor or assignee has
not taken, or is not expected to take within a reasonable time,
effective steps to achieve practical application of the SUbject
invention in such field of use;
(b) action is necessary to alleviate health or safety needs
which are not reasonably satisfied by the contractor, assignee,
or their licensees;
(c) action is necessary to meet requirements for publ i.c use
specified by Federal regUlations and such requirements are not
reasonably satisfied by the contractor, assignee, or licensees;
or
(d) action is necessary because the agreement required by
section 204 [35 USCS § 204] has not been obtained or waived or
because a licensee of the exclusive right to use or sell any
SUbject invention in the united states i7.1 in breach of its
agreement obtained pursuant to section 204~[35 USCS § 204].

(2) A determination pursuant to this section or section 202(b) (41)l
shall not be SUbject to the contract Disputes Act (41 U.S.C. § 6d)J
et seq.) [41 USCS §§ 601 et seq.]. An administrative appeals
procedure shall be established by regulations promulgated in
accordance with section 206 [35 USCS § 206]. Additionally, any
contractor, inventor, assignee, or exclusive licensee adversely
affected by a determination under this section may, at any time
within sixty days after the determination is issued, file a
petition in the united states Claims Court, which shall have



lib jurisdiction to determine ~ppeal on the record and to affirm,
reverse, remand or modify, (",) as appropriate, the determination
of the Federal agency. In es described in paragraphs (a) and
(c), the agency's determination shall be held in abeyance pending
the exhaustion of appeals or petitions filed under the preceding
sentence.

§ 204. Preference for the united states industry.
Notwithstanding any other provision of this chapter, [35 USCS §§
200 et seq.], no small business firm or nonprofit organization
which receives title to any sUbject invention and no assignee of
any such small business firm or nonprofit organization shall grant
to any person the exclusive right to use or sell any subject
invention in the united states unless such person agrees that any
products embodying the sUbject invention or produced through the
use of the sUbject invention will be manufactured substantially in
the united states. However, in individual cases, the requirement
for such an agreement may be waived by the Federal agency under
whose funding agreement the invention was made upon a showing by
the small business firm, nonprofit organization, or assignee that
reasonable but unsuccessful efforts have been made to grant
licenses on similar terms to potential licensees that would be
likely to manufacture substantially in the united states or that
under the circumstances domestic manufacture is not commercially
feasible.

§ 205. Confidentiality.
Federal agencies are authorized to withhold from disclosure to the
pUblic information disclosing any invention in which the Federal
Government owns or may own a right, title, or interest (including
a nonexclusive license) for a reasonable time in order for a patent
application to be filed. Furthermore, Federal agencies shall not
be required to release copies of any document which is part of an
application for patent filed with the United states Patent and
Trademark Office or with any foreign patent office.

§ 206. Uniform clauses and regulations.
The Secretary of Commerce may issue regulations which may be made
applicable to Federal agencies implementing the provisions of
sections 202 through 204 of this chapter [35 USCS §§ 202-204] and
shall establish standard funding agreement provisions required
under this chapter [35 USCS §§ 200 et seq.]. The regulations and
the standard funding agreement shall be SUbject to pUblic comment
before their issuance.

§ 207. Domestic and foreign protection of federally owned
inventions.
(a) Each Federal agency is authorized to--

(1) apply for, obtain, and maintain patents or other forms of
protection in the united states and in foreign countries on
inventions in which the Federal Government owns a right, title
or interest;
(2) grant nonexclusive, exclusive, or partially exclusive
licenses under federally owned patent applications, patents,



or other forms of protection obtained, royalty-free or for
royalties or other consideration, and on such terms and
conditions, including the grant to the licensee of the right
of enforcement pursuant to the provisions of chapter 29 of
this title [35 USCS §§ 281 et seq.] as determined appropriate
in the pUblic interest;
(3) undertake all other suitable and necessary steps to
protect and administer rights to federally owned inventions
on behalf of the Federal Government either directly or through
contact; and
(4) transfer custody and administration, in whole or in part,
to another Federal agency, of the right, title or interest in
any federally owned invention.

(b) For the purpose of assuring the effective management of
Government-owned inventions, the Secretary of Commerce is
authorized to--

(1) assist Federal agency efforts to promote the licensing and
utilization of Government-owned inventions;
(2) assist Federal agencies in seeking protection and
maintaining inventions in foreign countries, inclUding the
payment of fees and costs connected therewith; and
(3) consult with and advise Federal agencies as to areas of
science and technology research and development with potential
for commercialization utilization.

§ 208. Regulations governing Federal licensing.

The Secretary of Commerce is authorized to promulgate regUlations
specifying the terms and conditions upon which any federally owned
invention, other than inventions owned by the Tennessee Valley
Authority, may be licensed on a nonexclusive, partially exclusive,
or exclusive basis.

§ 209. Restrictions on licensing of federally owned inventions.
(a) No Federal agency shall grant any license under a patent or
patent application on a federally owned invention unless the person
requesting the license has supplied the agency with a plan for
development and/or marketing of the invention, except that any such
plan may be treated by the Federal agency as commercial and
financial information obtained from a person and privileged and
confidential and not SUbject to disclosure under section 552 of
title 5 of the United States Code [5 USCS § 552].
(b) A federal agency shall normally grant the right to use or sell
any federally owned invention in the United States only to a
licensee that agrees that any products embodying the invention or
produced through the use of the invention will be manufactured
substantially in the United States.
(c) (1) Each Federal agency may grant exclusive or partially
exclusive licenses in any invention covered by a federally owned
domestic patent or patent application only if, after public notice
and opportunity for filing written objections, it is determined
that--

(A) the interests of the Federal government and the pUblic
will best be served by the proposed license in view of the



applicant's intentions, plans, and ability to bring the
invention to practical application or otherwise promote the
invention's utilization by the public;
(B) the desired practical application has not been achieved,
or is not likely expeditiously to be achieved, under any
nonexclusive license which has been granted, or which may be
granted, on the invention;
(e) exclusive or partially exclusive licensing is a reasonable
and necessary incentive to call forth the investment of risk
capital and expenditures to bring the invention to practical
application or otherwise promote the invention's utilization
by the pUblic; and
(D) the proposed terms and scope of exclusivity are not
greater than reasonably necessary to provide the incentive for
bringing the invention to practical application or otherwise
promote the invention's utilization by the pUblic.

(2) A Federal agency shall not grant such exclusive or
partially exclusive license under paragraph (1) of this
subsection if it determines that the grant of such license will
tend sUbstantially to lessen competition or result in undue
concentration in any section of the country in any line of
commerce to which the technology to be licensed relates, or to
create or maintain other situations inconsistent with the
antitrust laws.
(3) First preference in the exclusive or partially exclusive
licensing of federally owned inventions shall go to small
business firms submitting plans that are determined by the
agency to be within the capabilities of the firms and equally
likely, if executed, to bring the invention to practical
application as any plans submitted by applicants that are not
small business firms.

(d) After consideration of whether the interests of the Federal
Government or United states industry in foreign commerce will be
enhanced, any Federal agency may grant exclusive or partially
exclusive licenses in any invention covered by a foreign patent
application or patent, after publ i,c notice and opportunity for
filing written objections, except that a Federal agency shall not
grant such exclusive or partially exclusive license if it
determines that the grant of such license will tend substantially
to lessen competition or result in 'undue concentration in any
section of the United states in any line of commerce to which the
technology to be licensed relates, or to create or maintain other
situations inconsistent with antitrust laws.

- (e) The Federal agency shall maintain a record of determinations
to grant exclusive or partially exclusive licenses.
(f) Any grant of a license shall contain such terms and conditions
as the Federal agency determines appropriate for the protection of
the interests of the Federal Government and the pUblic, including
provisions for the following:

(1) periodic reporting on the utilization or efforts at
obtaining utilization that are being made by the licensee with
particular reference to the plan submitted: Provided, That any
such information may be treated by the Federal agency as
commercial and financial information obtained from a person and



privileged and confidential and not subject to disclosure under
section 552 of title 5 of the united states Code [5 USCS § 552];
(2) the right of the Federal agency to terminate such license
in whole or in part of it determines that the licensee is not
executing the plan submitted with its request for a license and
the licensee cannot otherwise demonstrate to the satisfaction
of the Federal agency that it has taken or can be expected to
take within a reasonable time, effective steps to achieve
practical application of the invention;
(3) the right of the Federal agency to terminate such license
in whole or in part if the licensee is in breach of an agreement
obtained pursuant to paragraph (b) of this section; and
(4) the right of the Federal agency to terminate the license in
whole or in part if the agency determines that such action is
necessary to meet requirements for public use specified by
Federal regulations issued after the date of the license and
such requirements are not reasonably satistied by the licensee.
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§ 210. Precedence of chapter. _~

(a) This chapter [35 USCS §§ 200 et Seq.~sha~~ take precedence
over any other Act which would require a d1Sposition of rights in
subject inventions of small business firms or nonprofit
organizations contractors in a manner that is inconsistent with
this chapter [35 USCS §§ 200 et seq.], including but not
necessarily limited to the following:

(1) section 10(a) of the Act of June 29, 1935, as added by title
1 of the Act of August 14, 1946 (7 U.S.C. 427i(a); 60 stat.
1085) [7 USCS § 427i(a)];
(2) section 205(a) of the Act of August 14, 1946 (7 U.S.C.
1624 (a); 60 Stat. 1090) [7 USCS § 1624 (a) ] ;
(3) section 501(c) of the Federal Mine Safety and Health Act of
1977 (30 U.S.C. 951(c); 83 Stat. 742) [30 USCS § 951(c)];
(4) section 106(c) of the National Traffic and Motor Vehicle
Safety Act of 1966 (15 U.S.C. 1395(c); 80 Stat. 721) [15 USCS
§ 1395(c)];
(5) section 12 of the National Science Foundation Act of 1950
(42 U.S.C. 1871(a); 82 Stat. 360) [42 USCS § 1871];
(6) section 152 of the Atomic Energy Act of 1954 (42 U.S.C.
2182; 68 Stat. 943) [42 USCS § 2182];
(7) section 305 of the National Aeronautics and Space Act of
1958 (42 U.S.C. 2457) [42 USCS§ 2457];
(8) section 6 of the Coal Research Development Act of 1960 (30
U.S.C. 666; 74 Stat. 337) [30 USCS § 666];
(9) section 4 of the Helium Act Amendments of 1960 (50 U.S.C.
167b; 74 Stat. 920) [50 USCS § 167b];
(10) section 32 of the Arms Control and Disarmament Act of 1961
(22 U.S.C. 2572; 75 Stat. 634) [22 USCS § 2572];
(11) subsection (e) of section 302 of the Appalachian Regional
Development Act of 1965 (40 U.S.C. App: 302(e); 79 Stat. 5) [40
USCS Appx. § 302(e)];
(12) section 9 of the Federal Nonnuclear Energy Research and
Development Act of 1974 (42 U.S.C.~ 88 Stat. 1878) [42 USCS
~:$gjf
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(13) section 5(d) of the consumer Product Safety Act (15 U.S.C.
2054 (d); 86 Stat. 1211) [15 USCS § 2054 (d)];
(14) section 3 of the Act of April 5, 1944 (30 U.S.C. 323; 58
Stat. 191) [30 USCS § 323];
(15) section 8001(c) (3) of the Solid waste Disposal Act (42
U.S.C. 6981(c); 90 Stat. 2829) [42 USCS § 6981(c) (3)];
(16) section 219 of the Foreign Assistance Act of 1961 (22
U.S.C. 2179; 83 Stat. 806) [22 USCS § 2179];
(17) section 427(b) of the Federal Mine Health and Safety Act
of 1977 (30 U.S.C. 937(b); 86 Stat. 155) [30 USCS § 937(b)];
(18) section 306(d) of the Surface Mining and Reclamation Act
of 1977 (30 U.S.C. 1226(d); 91 Stat. 455) [30 USCS § 1226(d)];
(19) section 21(d) of the Federal Fire Prevention and Control
Act of 1974 (15 U.S.C. 2218(d); 88 Stat. 1548) [15 USCS §
2218(d)];
(20) section 6 (b) of the Solar Photovoltaic Energy Research
Development and Demonstration Act of 1978 (42 U.S.C. 5585(b);
92 Stat. 2516) [42 USCS § 5585(b)];
(21) section 12 of the Native Latex Commercialization and
Economic Development Act of 1978 (7 U.S.C. 178(j); 92 Stat.
2533) [7 USCS § 178j]; and
(22) section 408 of the Water Resources and Development Act of
1978 (42 U.S.C. 7879; 92 Stat. 1360) [42 USCS § 7879].

The Act creating this chapter shall be construed to take precedence
over any future Act unless that Act specifically cites this Act and
provides that it shall take precedence over this Act.

(b) Nothing in this chapter [35 USCS §§ 200 et seq.] is intended
to alter the effect of the laws cited in paragraph (a) of this
section or any other laws with respect to the disposition of rights
in inventions made in the performance of funding agreements with
persons other than nonprofit organizations or small business firms.
(c) Nothing in this chapter [35 USCS §§ 200 et seq.] is intended
to limit the authority of agencies to agree to the disposition of
rights in inventions made in the performance of work un er funding
agreements with persons other than nonprofit organizat'on or sm I
business firms in accordance with the Statement of g ernment
Patent Policy issued on February 18, 1983, agency regul ions, or
other applicable regulations or to otherwise limit the authority
of agencies to allow such persons to retain ownership of
inventions. Any disposition of rights in inventions made in
accordance with the Statement or implementing regulations,
including any disposition occurring before enactment of this
section, are hereby authorized except that all funding agreements,
including those with other than small business firms and nonprofit
organizations, shall include the requirements established in
paragraph 202 (C)ffi4. nd section 203 of this title [35 USCS §§
202(c)(4) and 20 .]
(d) Nothing in thi hapter [35 USCS §§ 200 et seq.] shall be
construed to require the disclosure of intelligence sources or
methods or to otherwise affect the authority granted to the
Director of Central Intelligence by statute or Executive order for
the protection of intelligence sources or methods.

G!



§ 211. Relationship to antitrust laws.

Nothing in this chapter [35 uses §§ 200 et seq.] shall be deemed
to convey to any person immunity from civil or criminal liability,
or to create any defenses to actions, under any antitrust laws.

§ 212. Disposition of rights in education awards.

No scholarship, fellowship, training grant, or other funding
agreement made by a Federal agency primarily to an awardee for
educational purposes will contain any provision giving the Federal
agency any rights to inventions made by the awardee.
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THE WHITE HOUSE

Oftice ot the Press Secretary
(Santa Barbara, California)

For Immediate ~elease November 9, 1964
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STATE~NT dY THE PRESIDENT

1 all, pleased to sign today H.R. 6163, the "Federal. uistrict Court
Organization Act of 1984." This legislation accomplishes a number
of key r .. tormsthat signiticantly improve the environment for
technological innovation. By strengthening the rights of people
who are willing to risk commercializing new ideas to reap their
Just rewards, this legislation encourages indiviciuals to create
and develop new technologies.

The most important provision in this Act is the creation of a new
torm of intellectual prop..rty protection tor semiconductor chip
products. It is easy to copy chip designs. rnnovat~rs can invt::st
tens of millions of dollars to create and market the:>c
semiconductors, while others can copy these ue;,iyns at a tiny
traction of the cost. by creating penalties against copying, this
legililation sigm.ticantly enhances the Lncerrt.Lves tor firms to
invest in new des~qns. Furthermore, the legislation includes a
pKoviliion encourcaging other countries to provide comparable
p~otection tor U.S. semiconductors sold abroad.

The stakes in this area are tremendous. Not only does the
semiconductor industry anuually ship about $14 billion ot semi
conductors, it also emplojs about 200,000 people. k'erhaps most
important, increasingly more powerful and cheaper semiconductors
are al: the he.d.rt of a wide range ot technologies that have
increar.eu American productivity, competitiveness, and our stQudard
ot living.

The legislation also reatrirms certain basic principles ot
tradelnark law upon which all American bueLne s se s have
traditionally rel:ied to pr'otect the m..rks enabling them to
distinguish their pruducts from those of others. Moreover, it
extt::ndb the principle ot contractor own..rship of ~'eaerally funded
inventions to those made in government··owned, contractor-operated
laboratories, which takes advantage of the prival:t:: st::ctor's
ability to· commercialize thelie illventions more effectively than
the govt::rIlment 0 .

The Congress passt::d this legislation with strong bipartiSan
support.. My Admini.tration strongly supported these provisiuns
thae str~ngthen int.ellectual property rights. This legislation
takes a major step in spurring the creative gt::nius ot America's
~Iltreprelleurs.

• • t
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through (8)(3> above. and as their agent
does hereby so certify; and (ii) he has not
participated, ~g__wnl"iiot participate. in any
action contrary to (a)(1) through (a)(3)
above.

{c} This certification is not applicable to a
foreign bidder or offeror submitting a bid or
proposal for a contract which requires per
formance or delivery outside the United
States. its possessions. and Puerto Rico.

<d) A bid or proposal will not be consid
ered for award where (8)(1), (8)(3>, or (b)
above has been deleted or modified. Where
(8)(2> above has been deleted or modified.
the bid or proposal will not be considered
for award unless the bidder or offeror fur
Dishes with the bid or proposal a signed
statement which sets forth in detail the cir
cumstances of the disclosure and the head
of the agency, or his designee. determines
that such disclosure was not made for the
purpose of restricting competition.

(b) The fact that a firm: (1) Has pub
lished prtcellats, rates, or tariffs cover
Ing Items being procured by the Gov
ernment. (2) has informed prospective
customers of proposed or pending pub
lication of new or revised pricelists for
such Items. or (3) has sold the same
items to commercial customers at the
same prices being offered the Govern
ment does not constitute. without
more. a disclosure within the meaning
of paragraph (a)(2) of the Certificate.

(c) It is not required that a separate
written authorization be given to the
signer of the bid or proposal for each
procurement involved where the
signer makes the certification provid
ed In paragraph (b)(2) of the Certifi
cate: Provided, That with respect to
any blanket authorization given: (1)
The procurement to which the Certifi
cate applies Is clearly within the scope
of such authorization, and (2) the
person giving such authorization Is the
person responsible within the bidder's
or offeror's organization for the decl·
slon as to the prices being bid or of
fered at the time the Certificate is
made in a particular procurement.

(d) After the execution of an Initial
certificate and the award of a contract 
In connection thereWith, the contrac
tor need not submit additional certifi
cates in connection with proposals
SUbmitted on "work orders" or similar
ordering instruments issued pursuant
to the terms of that contract, where
the government's requirements cannot
be met from another source.

(e) The authority to make the deter
mination described in paragraph (d) of
the above certification shall not be
delegated to an official below the level
of the head of a procuring activity of
the agency.

(f) Where a certification Issuspected
of being false or there Is indication of
collusion, the matter shall be proc
essed In accordance with Subpart 1-1.9
and appropriate agency procedures.
For rejection of bids which are sus
pected of being collusive and for the
negotiation of procurements subse
quent to such rejection, see §§ 1-2.404
1(b)(6) and 1-3.214.

[29 FR 10104, July 24,"1964,$ amended at
30 FR 9589, July 31, 1965; 40 FR 60020, Dec.
31. 19751

§ 1-1.318 Disputes.

[45 FR 10789. Feb. 19, 19801

§ 1-1.318-1 General.

The Contract Disputes Act of 1978
(Pub. L. 95-563; November I, 1979, 41
U.S.C. 601-613) provides a statutory
basis for the resolution of disputes
under Government contracts. It is the
Government's policy, consistent with
that Act, to try to resolve all disputes
by mutual agreement at the contract
ing officer's. level without!ltlgation-.In
appropriatecir~ciiiriStances~:befol:,~iSSti: ,-
ance of a contracting officer's deCiSiOn,
In!llrmal dIsc~loIULbetweenthe.par:
ties, conducted -to -the _~)(teIltjeao$.,~fe

-II. '. i..'.ld... I.,V.. icl•.U_..".IS. W...h..O.. hav.e... '._If{...k.,Y.,__.'!f.t,t,d:Ipated sUbstil.ntially-L'Ct11e m:a:tter_.1ri
dispute;cOuld-afam-mereso1iitTon of 
diffefen~"lly mmuaraii'eitmen.Ciiitd
should beconsidered:The-contracting
6ff.lce<:::\ll:authol1zed-twlthin any spe
ciflc limitations in his or her warrant)
to settle all disputes relating to a con
tract containing the Disputes clause
prescribed by § 1-1.318-7.

[45 FR 10789, Feb. 19, 1980)

§ 1-1.318-2 Applicability of Act and exeep
tions.

(a) Applicablllty. (1) Unless other
wise specifically provided herein. the
Contract Disputes Act of 1978 applies
to any express or implied contract en
tered into by an executive agency for
the procurement of:

(I) Pioperty, other than real proper
ty In being.

(il) Services, or
(Iii) Construction, alteration, repair,

or maintenance of real property.
(2) The contracts to which the Act

applies include the contracts of:
(I) The nonappropriated fund activi

ties described in 28 U.S.C. 1346 and
1491.

(i\) The Tennessee Valley Authority
Which contain a disputes clause requir
lng that a contract dispute be resolved
through an agency administrative
process (see exception In § 1-1.318
2(b)).

(3) The Act also applies to certain
kinds of relief, such as alleged legal
entitlement to revision or reformation
for mutual mistake, which formerly
were: (I) Available within an agency
only under Pub. L. 85-804 (50 U.S.C.
1431-1435) and (Ii) not within the con
tracting officer's authority. Contract.
Ing officers should obtain legal advice
regarding their authority to settle or
decide these claims.

(4) Maritime contracts are subject to
the Act to the extent provided in 41
U.S.C.603.

(b) Exceptions. The Act does not
apply to:

(1) Contracts with a foreign govern.
ment or an agency thereof, or with an
International organization or a subsidi
ary body thereof, If the head of the
agency detennlnes that application of
the Contract Disputes Act of 1978 to
the contract would not be In the
public interest;

(2) Any claim or dispute for penal
ties or forfeitures prescribed by stat

, ute or regulation which another Fed
eral agency Is specifically authorized
to administer, settle, or determine;

(3) Any claim involving fraud;
(4) Requests for relief under Pub. L.

85-804 because they are not consid
ered claims under the Act (see § 1
1.318-2(a)); or

(5) Contracts of the Tennessee
Valley Authority for the sale of fertil
izer or electric power or related to the
conduct or operation of the electric
Power system.

[45 FR 10789, Feb. 19. 1980]

§ 1-1.318-"4

§ 1-1.318-3 Contractor certification for
claims over $50,000.

Any contractor claim over $50,000
(either initially or as amended) must
be certified under paragraph (c) Of the
Disputes clause before settlement or
decision on the claim (see § 1-7.102
12).

[45 FR 10789, Feb. 19, 1980]

§ 1-1.318-4- Contracting orfl'cer's decision.
i (a) When a claim cannot be satisfied
or settled by agreement and a decision
on the claim is necessary, the contract
Ing officer shall:

(1) Review the facts pertinent to the
claim,

(2) Secure assistance from legal anw
other advisors, and I'

(3) Coordinate with the contract ad
ministration office or contracting
office, when appropriate.

(b) The contracting officer shall fur
nish a copy of the decision to the con.
tractor by certified mail-return re
ceipt requested or any other method
that provides evidence of receipt. The
decision shall include:

(1) A paragraph substantially as fol
lows:

This is the .final decision of the contract- >tI

ing officer. This decision may be appeB1ed
to (insert the address of the cognizant
Board of Contract'Appeals). If you deetde to
make such an appeal, you must man or oth
erwise furnish written notice thereof to the
Board of Contract Appeals wtthtn 90 days
from the date you receive this decision. A
copy thereof shall be furnished to the con
tracting officer from Whose decision the
appeal is taken. The notice shall indicate
that an appeal is intended, should reference
this decision, and identify the· contract
number. Instead of appealing to the Board
of Contract Appeals, you may bring an 'W

action directly to the. US COnrt of cwms{
w~n 12 months of"'ihe date yOU receive .,.J,. I

t, decision.. .. ~ ~

¢_. (2) A description of the claim or dis·
pute;

(3) A reference to pertinent contract
provisions;

(4) A statement of the factual areas
of agreement or disagreement;

(5) A statement of the contracting
officer's decision, with supporting ra
tionale;

(6) A notification that the small
claims procedure of the cognizant

?R d$ 29
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§ 1-1.319

shape. except a phonograph needle,
which has .one or more polished, sur
faces and which is suitable for. use in
an instrument, mechanism, subassem
bly, or part without any additional
processing. A jewel bearing may. be
either unmounted or mounted into a
ring or bushing. Examllies of jewel
bearings are: Watch holes-olive,
watch holes-straight, pallet stones,
roller jewels (jewel pins), end stones
(caps), vee (cone) jewels, Instrument
rings, CUllS, double CUllS, and orifice
jewels. As used herein, the term "jewel
bearings" includes "related Items,"

(2) "Related Items" means other
synthetic sapphire or ruby compo
nents. Examllies of related Items are
pivots, knife edges, insulators, spacers,
windows, and striking surfaces other
than pallet stones.

(3) "Price list" Is the official U.S.
Government Jewel Bearing Price List
for jewel bearings produced by the
William Langer Jewel Bearing Plant.
This list Is Issued periodlcally by the
General Services Administration.

(4) "Plant" means the Government
owned Wlillam Langer Jewel Bearing
Plant, Rolla, N. Dak.

(5) "Military Standard Jewel Bear-
o ing" means a jewel bearing conform
ing to Military Slleclficatlon No. MI~
B-27497 <latest revision) entitled
"Bearings, Jewel, Sapphire or Ruby,
Synthetic,"

(c) Policy. (1) The Office of Emer
gency Preparedness has determined
that the William Langer Jewel Bear
ing Plant is an essenttal part of the na
tional mobilization base and that Its
continued operation as a domestic
source of jewel bearings Is in the inter
est of the United States. Therefore, all
direct Government purchases of jewel
bearings shall be made from the Plant.
In addition, ali procurements of items
in the Federal SUllply Classes and
Groups listed In paragraph (d) of this
section. or subassembly, cornponent, or
part thereof, whether procured by the
Government- direct or through con
tractors. shall provide a requirement
In the sollcltatlons and resulting con
tracts that jewel bearings In the quan
tities and of the types and sizes (In
cluding tolerances) necessary for the
end items to be supplied under the
contract must be purchased from the

Chapter l-F.derai Procuremefif Regulation;

§ 1-1.318-6 Payment of interest on con
tractors' claims.

The Government shall Ilay interest
on contractors' claims as prescribed in
paragraph (d)"of the Dlsputes clause
(see 1 1-7.102-12).
[451'R 10790, Feb. 19,19801

§ 1-1.318-7 Contract clause.
The contracting officer shall insert

the Disputes clause set forth in § 1
7.102-12 In all contracts to which the
Contract Disputes Act of 1978 applies
(see 'I 1-1.318-2).
[45Fa 10790, Feb. 19,1980)

§ 1-1.318-8 Applicability of clause.
(a) With respect to contracts award

ed before the effective date of the Act
(March 1, 1979), the contractor may
elect to proceed under the Disputes
clause included in the contract or the
clause in 1 1-7.102-12, If:

(1) The claim was initiated before
the effective date of the Act and the
contracting officer has not rendered a
final decision, or

(2) The claim was Initiated on or
after the effective date of the Act.

(b) With respect to processing claims
asserted after the effective date of the
Act, the clause set forth in § 1-7.102
12 applies. The clause was preserlbed
by the Office of Federal Procurement
Policy on February 26, 1979 (44 FR
12519, March 7, 1979).
[45Fa 10790, Feb. 19,1980]

§ 1-1.319 Procurement of items using
jewel bearings.

(a) GeneraL To maintain a jewel
bearing production facility In the
United States as a part, of the industri
al mobilization base, the Government
owns and, through a contractor, oper
ates the William Langer Jewel Bearing
Plant at Rolla, N. Dak. The Director,
Office of Emergency Preparedness.
has requested that agencies use this
source in order to promote the use of
this plant as an established domestic
source of jewel bearings.

(b) Definitions. As used In this sub
part the following terms have the
meanings set forth in this paragraph:

(1) "Jewel bearing" means a piece of
svntbetto sapphire or -, ruby of 'any
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o made prior to the filing of the notice
of appeal with the Board; and

(v) Any additional information con
sidered relevant to the appeal,

(2) Documents In the appeal file
may be originals or legible facsimiles
or authenticated COllies, and shall be
arranged in chronological order where
practicable, numbered sequentially,
tabbed, and indexed to identify the
contents of the file.

(3) Within the same 30 days as speci
fled for furnishing the appeal file to
the cognizant Board, the contracting
officer shall also furnish a COllY of the
appeal file to the appellant, However,
the contracting officer may substitute
a list of specific contractual docu
ments in place of the documents them
selves as required in paragraph
(d)(1)(ii) of this section.

(4) treon request by either party, the
Board may waive the requirement to
furnish to the other Ilarty COllies of
bulky, lengthy, or out-of-size docu
ments in the appeal file when mciu
sion would be burdensome. At the
time a Ilarty flies with the Board a
document as to .. which such a waiver
has been 0 granted, he or she shall
notify the other party that the docu
ment or a copy is available for inspec
tion at Its own offices or at the offices
of the Board.

(e) The amount determined Ilayable
under the decision; less any portion al
ready paid, normally should be paid

o without awaiting contractor action
concerning appeal, The payment shall
be without prejudlee to the rights of
either Ilarty.
[45Fa 10789, Feb. 19,19801

§ 1-1.318-5 Government claims against
the contractor.

All claims asserted by the Govern·
ment against a contractor relating to a
contract that cannot be settled by
agreement shall be the subject of a de
cision by the contracting officer and
shall be processed In accordance with
1 1-1.318-4.
[451'R 10790. Feb. 19.1980]
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Board of Contract Appeals is appltea
ble at the sale election of the contrac
tor In the event the amount in dispute
as a result of the final decision is
$10,000 or less; and

(7) A notification that the acceler
ated procedure of the cognizant Board
of Contract Appeals is applicable at
the sole election of the contractor in
the event the amount in dispute as a
result of the final. decision is $50,000
or less.

(c) The contracting officer shall
issue the decision within the following
time llmltatlons:

(1) For submitted claims not exceed
ing $50,000, within 60 days after the
Contracting Officer receives ~ written
request 10r a decision.

(2) For submitted certified claims ex
ceeding $50,000, within 60 days after
the Contracting Officer receives a cer
tified claim. However, If a decision is
not to be issued within 60 days, the
contracting officer shall notify the
contractor, within the 60 days, of the
time within which the contracting of
ficer will make the decision. The deci
sion of the contracting officer on SUb
mitted claims shall be issued within a
reasonable time. The reasonableness
of this time period will depend on the
size and complexity of the claim and
the adequacy of the contractor's sup
porting data and any other relevant
factors.

(d) (1) Within 30 days of receipt of
an appeal, or notice that an appeal has
been filed, the contracting officer
shall assemble and transmit to the
cognizant Board (through the agency's
General Counsel) an appeal file con
slsting of all documents pertinent to
the appeal, including:

(i) The decision from which the
appeal is taken;

(ill The contract, including speciflca
tlons and pertinent amendments,
plans, and drawings;

(jill All correspondence between the
parties relevant to the appeal, lnclud
ing the letter or letters of claim in reo
sponse to which the decision was
issued;

(Iv) Transcripts of any testimony
taken during the course of proceed
ings, and affidavits or statements of
any witnesses on the matter in dispute

§ 1-1.318-5
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Subtitle A-Federal Procurement
Regulations System

The Office of the Federal Register
published the following document at
50 m 26987, July I, 1985.

EDITORIAL NOTE: On September 19,
1983 (48 m 42103), a joint document
issued by the General Services Admin
istration, the Department of Defense
and the National Aeronautics and
Space Administration, establIShed a
new Federal Acquisition Regulation in
Title 48 of the Code of Federal Regu
lations (Cm). The general Federal
Acqulsltlon Regulation (FAR) pub
lIShed on that date Is codified at Chap
ter 1 of Title 48. Chapters 2 through
49 of Title 48 were reserved and estab
lIShed for individual agency implemen
tations and supplementations of the
FAR. The FAR in Chap,er 1 together
with the agency regulations in Chap
ters 2 to 49 comprise the Federal Ac·
qulsltion Regulations System that
went into effect on April 1, 1984.

The FAR system replaced both the
Federal Procurement Regulations
System (FPRS) for civilian contracts
(41 cm Subtitle A, Chapters 1 to 49)
and the Defense Acquisition Regula
tlons (DAR) for defense contracts (32
cm Chapter I, Parts 1 to 39). WhIle
the new FAR regulations in Title 48
replaced the Title 32 DAR and Title 41
FPR regulations as of April I, 1984,
both the DAR and FPR provisions
continue to apply to those contracts

which preceded the effective date of
the FAR.

The Office of the Federal Register
(Om) normally reissues Its cm revi
sions of both Title 32 and Title 41 vol
umes as of July of each year. Because
of numerous amendments published to
both the DAR and FPR during the
July I, 1983 to July I, 1984 cm revi
sion cycle, the Office of the Federal
Register issued full text revisions as of
July I, 1984, for each of the em vol
umes containing DAR or FPR regula
tions.

These 14 cm volumes are:

DEFENSE ACQUISITION REGULATIONS

Title 32
(Part 1-30>, volume I
<Part 1-39), volume II
(Part 1-39), volume III

FEDERAL PROCUREMENT REGULATIONS

Title 41,
Chapter I, (Parts 1-1 to 1-10)
Chapter I, (Part 1-11 to Appendlxl-

Chapter 2
Chapters 3 to Chapter 6
Chapter 7
Chapter 8
Chapter 9
Chapters 10 to 17
Chapter 18:

Volume I <Parts 1-5)
Volume II (Parts 6-19)
Volume III (Parts 20-52 and Appendix)

Chapter 19 to Chapter 100

2

Public (:ontract., Dept. of Labor

These cm volumes represent the
final codified versions of the former
procurement systems which continue
to apply to those contracts entered
into prior to the adoption of the FAR.
Because the former FPR and DAR
regulations do not apply to contracts
entered into subsequent to the effec
tiveness of the FAR on April I, 1984. It
Is unlikely that there will be any fur
ther amendments to these regulations.
Since July I, 1984 there has been only
one amendment published in the FED
ERAL REGISTER which affected the
former FPR or DAR regulations. ThIs
amendment was not a substantive
amendment; It was a clarifying state
ment to a Labor Department procure
ment regulation in 41 cm 29-70.103
(see 49 m 38108. sept. 27, 1984).

The FPR and DAR regulations
Issued in the July I, 1984 CFR editions
are substantively unchanged. The
Office of the Federal Register normal-

Wok 1,.... 113f CFfZ..

.,

ly does not reissue cm volumes when
there have been no amendments
Issued to a particular volume during
the revision cycle. A cover Is usually
Issued and sent to em subscribers in
dicating that the last edition should be
retained. The Superintendent ,!f Docu
ments, Governnment Printing Office
continues to sell the "old" .edition
until supplies are exhausted.
/. Since the 1984 FPR and OAR regu
lations were printed in the 14 volumes
listed above, om will not reprint the
full text of these regulations in the
July I, 1985 cm revisions. Users
should retain the 1984 edition of these
volumes. The 1985 revision of Titles 32
and 41 will contain only text of those
Parts not affected by the FAR and a
note refeITing the reader to the 1984
edition for the text of the FPR (41
em Chapters 1 to 49) and DAR (32
em Parts 1 to 39).

/-



-Supreme Court of the United, States
UNITED ·STATES OF AMERICA". DUBILIER Co~DENSER.CORPOR,A.TION

Nos. 316, 317, 318 Decided Apr. 10,1933

Patenta-c-Patents-c-
Patent is not, .accurately speaking, a monopoly, for it is net created by executive

authority at expense of and to prejudice of all community except grantee of patent;
inventor deprives public of nothing which it enjoyed before his .dtscovery but gives
something of value to community 'by adding to sum of human knowledge ; he may
keep invention secret and reap its fruits indefinitely j in consideration of its dis
closure andjgmsequerrt benefit to community- patent is granted.

Patents-Specification-Sufliciency of disclosure-
Law requires such disclosure to be made in application for patent that others

skilled in art may understand invention and how to put it to use.

Patents-s-Title-c-Ernplover and .employee-
Patent is. properry and title can pass only by assignment; if not yet issued, agree

ment to assign when issued, if valid. as contract,. will be specifically enforced;" ere
pective r-ights and obligations of employer and employeev touching invention con
ceived by latter, spring from contract of employment.: one employed to make inven
.trcn who succeeds cdurmg term of service in accomplishing that task is bound to
assign to employer patent obtained; on other hand if employment be general, albeit
it covers field of labor and -effort in performance of which employee. conceived the
invention for what he obtained .patent, contract is not so broadly construed as to
require assignment of patent. It;,

Patents-Patentability-Invention- :.
Invention consists neither in finding out laws-of nature nor in fruitful' research as

to operation of natural laws but in discovering how those laws may be utilized or
applied for beneficial purpose by a process, a device or a machine; it is result of
inventive act, birth of an Tdea, .and its reduction to practice; product of original
~hought; concept demonstrated to be true by practical application or embodiment
In tangible form: embodiment is not the invention and is not subject of a patent.

Patents-e-Tftle-c-Employer: and employee-
Employment merely to design or construct or devise methods of manufacture j§

not same as employment to invent j shop right is that, where servant during hours
of employment -working with master's materials and appliances conceives and per
fects invention for which he obtains patent, he must accord master non-exclusive right
to practice invention; but employer has no equity to demand eonveyance of inven
tion; this remains property of him who conceived it together with right conferred
by patent to exclude all others than employer. from accruing benefits.

Patents-c-T'itle-c- . .
Title of the patentee is subject to no superior right of Govemment; grant is not,

as in England, a matter of grace or favor So that conditions may be annexed .at

Fed. (2d) 199 (C. C. A. G). There are
two tests of equivalency (l),Jdentity of .-1;,

function" and (2) substantial-identity __of
way of performing that function. Walker
on Patents, 6th Ed. 511. Primary as well
as secondary patents are infringed by no
substitutions that do not fully respond to
these tests. Even if identity. of function
were present, the patent notheing a pri-

. mary one, the requirement of substantial
identity of way should ··.ot·be 'considered
so elp~i(" '.. ~~le important ·dif-
feren.. ~"" _.•lo...uler of operation.

There is no infringement,anCl the"de
cree below is affirmed.

-~'- .. ',' .... :' ..... :.
Chicago Forging & Manufacturing Co.-.,. Bade-Cummi1la Mfg.'

and this was recognized .. by plaintiff'sexw
pert, the patentee .. was not ..•. entitled to
claim all structures which exercised the
desired function, but only those which he
himself invented, and a device which pro
duces the same result .... through transla
tion of force operates in a substantially
different manner than one in which force
is directly applied. This is not infringe
ment, Westinghouse v, Boyden .. Power
Brake ce., 170 U. S. 537, 568, especially
where the patent is not a .. generic .. one
and the patentee is entitled to but a nar
row range of equivalents. See Directo
plate Corp. v. Donaldson Lith. Co., 51

154
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~e of executi-ve; laws passed by Congress alone may be looked to for guidance
as to extent .of limitations of respective rights afinventor and public; Constitution
efinCesDO public policy which requires holder of patent to cede use or benefit of
illvention,to United. States.

Patents-Applicants-
. No'servant of United States has by statute been disqualified for applying for and
receiring patent for his invention save officers and employees of Patent Office during
perioo,,'for,which they hold their, appointments.

Patents-Title-Government employees-
Supreme Court has applied rules enforced as between private employers and

servants to relation between Government and its officers and employees; United
States is entitled, in same way and to same extent as private employer, to shop
rights, that is, free and, non-exclusive use of patent which results from efforts of
those employed in their working .hours and 'with material belonging to Government;
statutes, decisions and administrative practice negate existence of duty binding one
in service of Government different from obligation of' one in private employment j
United States like any other employer, if it desires assignment of employee's rights,
must prove contractual obligation on part of employee to assign patents to Govern
ment; employees of Bureau of Standards who did not agree to exercise inventive
faculties in their work and who made invention not within its scope need not assign
patents to Government; written evidence of employment does not mention research,
much less in .....errtion ; never was word said to employees prior to discoveries concern
ing invention or patents or duties or obligations respecting these matters j other
employees of Bureau of Standards and other departments had, .whfle so employed,
received numerous patents and. enjoyed exclusive 'rights against all private persons
without let or hindrance from Govemment:" no act of Congress authorizes United
States to take patent or to hold one by assignment; no statutory authority exists
for transfer of patents to any department ar officer of Government or for adminis
tration of-patents or issuance of licenses on behalf of the United States; inventors
do not hold patents in trust .for Government.

Patents-Title-Government employee-s-
Act of 1883 and as amended in 1928 provides patent without fee for Government

employee who in course of employ conceives invention; he should afford Government
free use thereof but should be protected in right to exclude all others; similar right
accrues to Government employee paying fees for patent.

Patents-Jurisdiction of courts--
Until 1910 Court of Claims was Without jurisdiction to award compensation to

owner of patent for unauthorized use by United States or its agents; power extended
only to trial of. claims based upon express or implied contracts for such use; in 1910
Congress enlarged jurisdiction to embrace former class of claims, but imposing re
strictionthat it should not extend to owners of patents obtained by employees of
Government while in service.

Patents-c-Tttle-c-Gcvemment employees-- _
Congress has refrained from imposing 'upon Government servants contract obliga

tion to assign to Government patent for invention discovered or developed during
period of Government service and incidental to Hne-of official duties, and court will
not assume such coritract obligations,

Patents-Radio Receiving Apparatus title transfer refused-
1455141, Lowell & Dunmore,Radio Receiving Apparatus, title transfer refused.
1606212, Dunmore & Lowell, Power Amplifier, title transfer refused.
1635117, Dunmore, .S~gnal Receiving System, title transfer refused.

On writs of certiorari to the United LAND with· him on the brief) for pett-
States Circuit Court of Appeals .. for tioner; JAMES H. HUGHES, JR. (E.
the Third Circuit. ENNALLS Bm, JOHN B. BRADY and

THOMAS D. THACHER, Solicitor General WARD & GRAY withhim on the brief)
(CHARLES B.· RUGG, Assistant Attor- for respondent.
ney General, ALEXANDER HOLTZOFF, Mr. Justice ROBERTS delivered the
PAUL D. MILLER and H. BRlANHoL- opinion. of theCourt.-Threesuits were-*'The remaining portion Of the. syllabus was based upon a paragraph deleted from the opiniOi£

by order of the -eeart, (See Note, .P'. 1151.)
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brought in the District Court for Dela
ware against the respondent as exclusive
licensee under three separate patents is
sued to Francis. W. Dunmore and Perci
val D. Lowell. The-hills recite that the
inventions were made while the patentees
were employed in the radio laboratories
of the Bureau of Standards, and are
therefore, in equity,. the' property of the
United 'States. The prayers are for a
declaration that the respondent is a
trustee for the Government, and, as such,
required to assign to the United States
all its right, title and interest in the pat
ents, for. aJl. accounting of all moneys re
ceived as licensee, and for general relief.
The District Court consolidated the cases
for trial, and after a hearing dismissed
the bills.' The Court of Appeals for the
Third Circuit affirmed the decree,'

The courts below coneurr-ed tn findings
which are not challenged and, . in sum
mary, are:

The Bureau of Standards is a subdi
vision. of the Department of Commerce.'
Its functions consist in the custody of
standards; the comparison of standards
used in scientific investigations, engineer
ing, manufacturing, commerce, and edu
cational institutions with those adopted
or recognized by the Government; the
construction of standards; their multi
ple or. subdivisions; the testing and call ..
bration of standard measuring. appara
tus; the solution of problems which arise
in connection with standards; and the
physical properties of materials. In 1915
the Bureau was also charged by Con
gress with the duty of investigation and
standardization of methods and instru
ments employed in radio communication,
for which special appropriations were
made.' In recent years it has been en
gaged in research and testing. work of
various kinds for the benefit of private
industr-ies, other departments of the Gov
ernment, and the general public."

The Bureau is composed of divisions,
each charged with a specified field of ac
tivity, one of which is the electrical di
vision. These are further subdivided
into sections. One section of the elec
trical division ls the radio section. In
1921 and 1922 the employees in the lab
'oratory of this section numbered ap-

149 F. (2d) B06 [g U. S. Pat. Q. 1B1].
'59 F. (!d) 881 Ira U. S. Pat.Q. 887].
I See Act of March .8. 1901, 81 Stat. 14'9; Act

of February 14, 1903, Sec. 4, 82 Stat. 826.
4 Act of March 4.. 1915.' 88 Stat. 1044; Act: of

May 211, 1920, 41 Stat. 684; Act of March 8, lSI!l,
41 Stat. 1808.

6 The fees charged cover merely the cost. ot the
eerstce rendered. 88 provided in the Act of June
80, U82,Sec. 812, 47,Stat.410.

proximately twenty men doing technical
work and some draftsmen and mechanics
The twenty were engaged in testing radi~
apparatus and methods and in 'radio re
search work. They were .subdivided into
ten groups, each group having a chief.
The work of each group. was defined in
outlines by the chief or alternate chief
of the section.

Dunmore and Lowell were employed in
~-the radio - section and engaged in re
search and testing in the laboratory. In
the outlines of laboratory work the sub
ject of "airplane radio" was assigned to
the group of which. Dunmore was chief
and Lowell a member. The subject of

-'Tadio '.receiving sets"was assigned to
a group of which J. L. Preston was chief,
but to which neither Lowell nor Dun
more belonged.

In May,' 1921, the Air .. Corps of the
Army and the Bureau of Standards en
tered into an arrangement whereby the
latter undertook the prosecution of forte
four research projects for the benefit of
the Air Corps. To pay the cost of such
work, . the Corps transferred and al
located to the Bureau the sum of $267,~
500. Projects Nos. 37· to 42, inclusive,
relating to the Use of radio in connection
with aircraft, were. assigned to the radio
section and $25,000' was allocated to pay
the cost of the work. Project No. 38
was styled "visual indicator for radio
signals," and suggested the construction
of a modification of what was known as
an "Eckhart recorder." Project No. 42
"was styled "airship bomb .control and
marine torpedo control." Both were
problems of design merely.

In the summer of 1921 Dunmore, as
chief of the group to which "airplane
radio'" problems 'had been assigned, with
out further instructions from his supe
riors, picked out for himself one of these
navy problems, that of operating a relay
for remote control of bombs' on airships
and topedoes in. the sea, "as one of par
ticularinterest and having perhaps a
rather easy solution, and worked on it."
In September he solved it,

In the midst of aircraft'investigations
and numerous routine problems of the
section, .Dunmore was wrestling in his
own mind, impelled thereto solely by his
own scientific. curiosity, with the subject
of substittuing house-lighting alternat
ing current for direct battery current in
radio apparatus. He obtained a relay
for operating a telegraph instrument
which was in no way related-to the re
mote control .relay devised for aircraft
use. The.conception of. theapplieation
of alternatingcurrentooncemed partie-
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aIarlY broadcast reception. This' idea
.-as conceived by, Dunmore August 3,
-1921. and he reduced the invention ~o
'~ce December 16, 1921. Early in
1922 he advised his superior of his inven
'&ion and spent ;additio:na1 time in per
fecting the details. February. 27, 1922,
be filed an application for a patent.

In the fall of 1921 both Dunmore and
Lowell,were considering the problem of
applying a~tetnatingcur:ent "t? broad
cast receiving sets. This project was
not involved in or suggested by the prob
lems with which the radio section was
then dealing and was not assigned by
any superior as a task to be solved by
either of.these employees. It was, inde
pendent of their work and voluntarily
assumed.

While -performing their, regular tasks
ihe~' experimented at the laboratory ~n
devising apparatus for operating a radio
receiving set by alternating current with
the hum incident thereto eliminated. The
invention was completed .on December
10, 1921. Before its completion no in
structions were received from and no
conversations relative to the invention
were held by these employees with the
head of the radio section, or with any
superior.

They also conceived" the idea of ener
gizing adynamic ..type of land . speaker
from an alternating curr-ent house-light
ing circuit and reduced the invention to
practice on January 25, 1922. March"
21, 1922, they filed an application for a
"power amplifier." The conception em
bodied in this patent was devised by the
patentees without suggestion, instruc
tion, or assignment from any superior.

Dunmore and Lowell were permitted
by. their chief, after the discoveries had
been. brought to his attention, to pursue
their work in the laboratory and to per
fect the devices embodying their inven
tions, No one advised them prior to the
filing of applications for patents ..that
they would be expected to assign the
patents to the United States or to grant
the Government exclusive rights there
under.

. The respondent concedes .that the
" l!nited States may practice the inven

tions without payment of royalty, but as-
. serts that all others are excluded, during

the life of the patents, from using them
WIthout the respondent's.· consent. The
petitioner insists that the circumstances
require a declaration either that the
Government has .sole and exclusive prop
erty in the inventions or that they have,
been dedicated to the public so that any
one may use them.
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First. By Article I, Section 8, "clause 8
of the Constitution, Congress is given
power to promote the progress of science
and the useful arts by securing for-Iim
ited .times to. inventors the exclusive
rights to their respective discoveries.
R. S. 4886 as amended (U. S. Code, Title
35, § 31)' is the last of a series of stat
utes which since 1793 have implemented
the constitutional. provision.

Though .cften So characterized a pat
ent .is .not, accurately speaking, amo
nopoly, for it is not created by the ex
ecutive authority at the expense and to
the prejudice of all the community . ex
cept the grantee of the patent. Seymour
v.Osborne, 11 WalL 516, 533. Theterm

'monopoly connotes the giving of an ex
elusive. privilege for buying, selling,
working or using a thing which the pub':'
lie freely enjoyed prior. to the g-rant.'
Thus a monopoly takes something from
the people. An inventor deprives: the
pubhc of nothing which it enjoyed be
fore his discovery, but gives something
of value to the community by adding to
the sum of human knowledge. United
States v. Bell Telephone ce., 167 U. S.
224, 239; Paper Bag Patent Case,210
U. S. 405, 424; Brooks v. Jenkins, 3
McLean 432, 437; Parker.v. Haworth, 4
McLean 370, 372; Allen Y. "Hunter, "6
McLean 303, 305-306 j Attorney General
v. Rumford Chemical Works, 2 Bann. &
Ard. 298, 302. He may keep his inven
tion secret and reap its fruits indef
initely. In consideration of its disclo
sure and the consequent benefit to the
community, the patent is granted. An
exclusive enjoyment is guaranteed. him
for seventeen years, but upon the expira
tion of. that period, the knowledge of the
invention enures to the people,·· who are
thus enabled "without restriction to prac
tice it and profit by its use. Kendall v.
Winsor, 21 How. 322, 327; United States
v, Bell Telephone Co., supra, p. 239. To
this end the law requires such disclosure
to be made in the application for patent
that others skilled in the art may under
stand the invention and how to put it to
use.'

A patent is property and title to it can
pass only by assignment. If not yet is
sued an agreement to assign when Is
sued, if valid as a contract, will be
specifically enforced. The respective
rights and obligations of employer. and
employee, touching. an invention con
ceived by the latter, spring from the con
tract of employment.

II Webster's New International Dictionary:
"Monopoly."

'U.S. Code, Tit. 85, § IS.
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One employed to make an invention,
who' succeeds, during his term of .service,
in accomplishing that task, is bound to
assign to his employer any patent ob
tained. The reason is that he has only
produced that which he was employed to
invent. His invention is the. precise sub
ject of the contract of employment. A
term of the agreement necessarily is that
what he is paid to produce belongs to his
p!l.ymaster. Standard Pa'rts" Company:
v. Peck, 264 U. S. 52. On the other
hand, if the employment "be' general,
albeit it covers a field of labor and effort
in .the .performance of which the em
ployee conceived the invention for which
he obtained a patent, the contract-Is not
so .broadlyconstrued as to require an
assignment of the patent. Hapgood v.
Hewitt, 119 U. S. 226; Dalzell v, Dueber
Watch Case Mfg. ce., 149 U. S. 315. In
the latter case it. was said ~

"But" a manufacturing corporation,
which has employed a skilled workman,
for a stated compensation, to take charge
of its works, and to devote his time and
services to. devising and making improve
ments in articles there manufactured, is
not entitled to a conveyance. of patents
obtained for inventions made by him
while so employed, in the absence of ex
press agreement to that effect."

The reluctance of courts to imply or
infer an agreement by the employee to
assign his. patent is due toa recognition
of the peculiar nature of theaetof in
vention, .which: consists neither in find
ing' out the laws of nature, nor in fruit
fulresearch as to the operation of nat
ural laws. but in discovering- how those
laws may be utilized or applied for some
beneficial purpose, by a process, a device
or a machine. It is the result of an in
'ventive act, the birth of an idea and its
reduction to practice; the product' of
original thought; a concept demonstrated
to be true by practical application or ern
bodiment in tangible. form. Clark
Tread Co. v, Willunerrtic Linen Co.. 140
U. S. 481. 489; Symington Co. v. National
Castings Co., 250 U. S, 383, 386; Pyrene
Mfg. Co. v. Boyce, 292 Fed. 480, 481.

---" Though the mental concept is embodied
or realized in a mechanism or a physical
or chemical aggregate, the embodiment
is not the invention and is not the sub
ject of a patent. This distinction be
tween the idea and its application in
practice is the basis of the rule that em
ployment merely to design or to con
struct 'or to devise methods of manufac
ture is not the same as employment to
invent; Recognition of the nature of the
act of invention" also definestlie .Hniits

.~

oj the. so-called shop right, which_ shortly
s~ated, is that-where a serv~n~~.-_@_ring
his. hours of .employment, working with
"his master's materiels .and appliances,
eoncewes and perfects an invention ior
which he obtains a patent, he. must ec
cord his master" a non-exclusive right to
"practice the invention. McClurg v.
Kingsland, 1· How. 202; Solomons v.
United States, 137 U. S. 342; Lane &
Bodley Co. v. Locke, 150 U. S. 193. This
is an application of equitable principles.
SiP.ce the servant uses his master's tjme,
facilities and materials to attain a con
crete result, the_latter is in ,eJIuity" 'en
titled to use that which embodies his own
property and·:toduplicate;It as .often-,as
he-may find . occasion to employ similar
appliances in his business. But the em
player in sucb a case has no equity to
demand a conveyance of the invention,
which is the original conception of the
employee alone, in which the employer
had no part, Thisremains the property
of him who conceived it, together with
the right conferred by the patent, to ex
elude all others than the employer from
the accruing benefits. These principles.
are. settled as. respects private employ
ment. ~

Second". Does the character of the
service call for different rules as to the
relative rights of the United States and
its employees?

T.hetitle of a patentee is subject .to no
superior right of the Government. The
grant of letters patent is not, as in Eng
Iand..e matter of grace or favor,so that
conditions. may be annexed at the pleas
ure of the executive. To the laws passed
by the Congress,and tothem alone, may
we look for guidance as to the extent
and the limitations of the respective
rights of the inventor and the public.
Attorney General v. Rumford Chemical
Works, Rupra, at pp. 303·4. And this
court has held that the Constitution
evinces no public policy which requires
theholder of a patent to cede the use or
benefit of the invention to the United
States, even though the discovery con
cerns matters which can properly be
used only by the Oovernment.: as, for ex
ample. munitions of war. James v.
Campbell, 104 U. S. 356, 358. Hollister
v. Benedict Mfg. ce., 113 U. S. 59, m.

No servant of the United States has
by statute. been .. disqualified from apply
ing for and receiving a patent for his
invention, save officers and employees of
the Patent Office during the period for
which they -hcldi-.their -: appointments.·

·R.S. 480;U. S.Code, Tit. as, §4.



-19 Opinions Attorney-General, '07.
:sa 10' OpinIons Attorney-General. 819. Arid

compare ~port Judge Advocate General ot the
Navy, 1901. p, G; Digest, Opinions Judge Advo
cate General ot the Army, 11111-1980, p. J87;Opin
JODI, Judge Advocate General ot theArw:y, 1918,
Vol. t, PP.. :lttl, '88, 10(16.

mere fact that an inventor is at the time
of his invention in the employ of the
government .transfer to it any title .to,
or interest in it. An employe, perform
ing all the duties assigned to him in his
department of service, may exercise his
inventive faculties' in any direction he
chooses, with the assurance that rwhat
ever invention he may thus conceive and
perfect is his individual property. '. There
is no difference between. the' government
and any other' employer in this respect."

And in Gill v, United States, 160 U.
S. 426,435:

"There is no doubt whatever of the
proposition laid down in Solomons case,
that the mere. fact that a person is in
the employ. of the government does not
preclude him from making improvements
in the machines with which he is con
nected,' and obtaining patents therefor,
as his individual property, and that in
such. case the government would have no
more right to seize upon and appropri
ate such property, than any other. prop
rietor would have. * * ."

The distinction between an employ
ment to make an invention and a general
employment In-the course of which the
servant conceives an invention has been
recognized by the executive department
of the Government. A lieutenant in the
navy patented. an anchor while he was
on duty in the Bureau of Equipment and

.Recruiting, which was charged with the
duty of furnishing anchors for the navy ;
he was not while attached to the bureau
specially employed to make experiments
with a view to suggesting improvements
to anchors or assigned the duty ofmak
ing or improving. The .Attomey Gener-al
advised that as the invention did not
relate to a matter as to which the lieu
tenant was specially. directed to experi
merrt.with. a view to suggesting improve
ments he was entitled to compensation
from the Government for the use of his
invention in addition to his salary or pay
as a navy officer.'

A similar ruling was made with re
spect to an ensign who obtained a patent
for improvements in "B. L. R. ordnance"
and who offered to sell the improvements,
or. the right to use them, to' the Govern
ment. It was held that the navy might
properly make a contract with him to
this end,"

17-V. S. PAT. Q.

This being so, this court has applied the
rules enforced as between private em
players and their servants to .the .rela
tion between the .Government and its
officers.and .emplczees-

United States v. Burns, 12 Wall. 246,
was a suit in the Court of Claims by an
army officer as assignee of a patent ob-'
tained by another such. officer fora mili
tary tent, to recover royalty under a con
tract made by the Secretary of War for
the use of the tents. The court said, in
affinning a judgment for the plainti~:

"If an officer in the military serv... e,
not specially employed to make expert
mentswith a view to suggest improve
ments, devises a new' and valuable im
provement in arms,tents,or any other
kind of war material, he is entitled to
the benefit of it, and to letters-patent for
the improvement from the United States,
equally with .any other' citizen' not, en;"
gaged in such service: and. the govern
ment cannot, after the patent is issued,
make use of the improvement any more
than a private individual, without license
of the inventor or making compensation
to him."

In United States v. Palmer, 128 U. S.
262, Palmer, a lieutenant in the army,
patented certain improvements in infan
try accoutrements. An ..army board rec
ommended their use and the Secretary of
War confirmed the recommendation. The,
United States manufactured and pur
chased a large number of the articles.
Palmer brought suit in the Court of
Claims for a sum alleged to be a fair
and reasonable royalty. From a judg
ment for the plaintiff the United States
appealed. This court, in affirming,. said:

"It was at one time somewhat doubted
whether the government might not be en
titled to the use and benefit. of every
patented invention, by analogy to. the
English law which reserves this right to
the crown. But that notion no longer
exists. It was ignored in the case of
Burns."

These principles were recognized in
later cases involving the relative rights
~f the Government and its employees in
Instances where the' subject-matter of
the patent was useful to the public gen
erally. While these did not involve a
claim to an assignment of the patent,
the court reiterated' the views earlier
announced.

In Solomons v. United States, 137 U.
S. 842, M6,it was said:

"The government has no more power
~ appropriate a man's property invested
in a. patent than it has to take his prop
e~ invested in real estate; nor does the

",..,'
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The 'United .States is entitled, .in the
same way and to the same extent as a
private employer, to shop-zights, that is,
the free and non-exclusive use of a pat
ent which results from efforts of its em
ployee in his working hours and with
material belonging to the Government.
Solomons v. United States, supra,pp~;

1146-7; McAleer v. United States, 150 U.
S. 424 jGill v. United Stetes.. supra.

The statutes, decisions ... and adminis
trative practice negate the existence of
a duty. binding one in the service of. the
Government different from the. obligation
of one in private; employment.

Third. When the United States filed
its bills it recognized the .Iaw as hereto-
fore declared; realized that it must like
any other employer, if it desired an as
signment. of .the respondent's rights,
prove a contractual. obligation on the
part. of Lowell and. Dunmore to assign
the patents to the Government. The
averments clearly disclose this. The bill
in No. 316 is typical. After reciti.ng
that the employees were laboratory ap
prentice and associate physicist and lab
oratory assistant and associate physicist
respectively and that one of .their duties
was "to carryon investigation research
and experimentation in such problems
relating to radio and wireless as might
be assigned to them by their superiors,"
it is charged "in the course of his em
ployment as aforesaid, there was as
signed to said Lowell by his superiors in
said radio section, for investigation and
research, the problem of developing a
radio receiving set capable of operation
by alternating current. * '" *"

Thus the Government understood that
respondent could be deprived of rights
under the patents only by proof that
Dunmore and Lowell were employed to
devise the inventions. The findings of
the courts below show how far the proofs
fell short of sustaining these averments.

The Government is consequently driven
to the contention that though the em
ployees were not specifically assigned the
task of making the inventions (as. in
Standard Parts co. v. Peck, supra) still,
as the discoveries were "within the gen
eral field of their research and inventive
work" the United States is entitled to an
assignment of "the patents. The courts
below expressly found that Dunmore and
Lowell did: not agree to exercise their
inventive faculties in their work and that
invention was not within its scope. In
this connection it is to be remembered
that the written evidence of their em
ployment does not mention research,
much less invention; that never was

there a word said to either of them
prior to their. discoveries; concerning in~
verrtion or patents or their duties orob
ligations . respecting these matters j that
as shown by the records of the patent
office, employees of the Bureau of Stand
ards and other departments, had while
so employed received numerous patents
and enjoyed the' exclusive rights obtained
as against all private persons without
let .. or hindrance. from. the Gcvernment.w

UNo exhaustive examination' of theomcial rec
ords has been attempted. It is sufficient, how,
ever, tor present purposes, to call attention to the
following instances.

Dr. Frederick A. Kolster WB8 employed in the
radio section, Bureau· of Standards, from Decem,
her, 1912, until about March I, 1"21. He applied,
for the following patents: No. 1.809,866. for
radio apparatus, application· dated. November 24,
IUD. No. 1,4'7.111.5, tor radio method and ap
paratus, application dated January 80, 1911.
No. 1,811,654, tor radio method and appal'atus,
applieation dated ,March· 25. 1916. No. 1,894,5110,
tor apparatus tor ·transmltting radiant. energy,
Bppllcation dated 'November ,4., It116. The Patent
Oftice records show assitmmentl:l of these patents
to Federal Telegraph Compan:r. SaD Francisco,
Cal•• of which Dr. Kolster is now president. He
testified that these .are all subject to a non.
esclustve license in the United States to use and
practice the same.

BurtenMcCollumwas an employee of the
Bureau of Standards between 1911 and 19lK On
the dates mentioned. he filed the following aJ)o
phcattone for patents. which wereJssued to him.
No. 1.085.878, alternatlnr current induction mo
tor, March 11; 1912. No. ,l,Hl6,all4.. induction mo
tor, February 25, 1915. No.l.126,ODl, alternating
current induction motor. August 2, 1915. No.
1.124.495, method and apparatus for determining
the slope of· subsurface rock boundaries. October
24. 1928. No. 1.1240.720, method and apparatus
tor studying· subsurrece contours. October 1:l.
192~. The last two inventions were assigned to
McCoHum GeologlrialExplorations, Inc .• a Dele
ware corporation.

Herbert B. Brooks, while an employee or the
Bureau between 1912 and 1980. .med November 1.
1919, an application on which patent No. 1.857,~

197. for an electric transrormer. was Issued.
wuttem W. Coblentz. an employee of the

Bureau of. Standards trom 1918, and still such at
the date of. the trial, on the dates mentioned.
filed' appUcatlons on which patents issued as tol~
lows: No. 1,418.862,. tor electrical resistance.
September 22, 1920. No; 1,"58.185, system ot'
electrical control. September 22, 1920. No. 1,4~O,

061. optical method for producing pulsll.tlngele~
tric current, August 8. 1920.. No. 1,568.551. opti
cal means for rectifying altematlne currents.
September. 18. 1928. The Patent Oftlce records
show that alf: of these stand in the name of
Coblentz. but ere: subject to a .license. to the
United States of America.

August Hund, who was an employee of the.
Bureau from 1922 to 1927, on the dates men
tioned filed applications on which letters. patent
issued. No. 1,649.828, method or preparing Piezo
electric plates, September 80, 1925. No. 1.688,'118,
pteeo-etectrlc-c-sstat oscillator system, May 10.
1927. No.. 1,688,714, .Piezo-e!ectrllX'J'Ystal _appa
retua, May 12, 1927. No. 1.648.689, concenser
transmitter, April 10. 19111. All of these: patents
are shown of record to have been assigned to
Wired Radio Inc .. a corporation.

Paul R. Heyl and Lyman J. Briggs, while em
ployees of. the Bureau, filed an application Jan
uary 11, 1922, tor patent No. 1,660,'151, on in
ductor compass, and assigbed the 8IUDe to the

"i.
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In no proper sense may it· be. said that
the contract of emJ?loyment contemplated

-invention j everythmg that Dunmore and
Lowell knew negatived the theory that
they were employed to invent; theylmew,
on the contrary, that the. past. and then
present practice was that the employees
of the Bureau were alowed to 'take-pat
ents on their inventions .and have the
benenfits thereby conferred save: as to
use by the United States. The circum
stances preclude the implication of any
agreement to uesign their inventions or
patents.

*:Moreover no court could, however
clear the proof of such a contract, order
the execution of an assignment. No Act
of Congress has been called to cur etten-

-. tion author-izing the. United. States to
take a patent or to 'held-one by'assign
ment. No statutory authority exists for
the transfer of a patent to any depart
ment or officer of the Government, or for
the administration of patents, or the is
suance of licenses on behalf of the .United
States. In these circumstances no public
policy requires us to deprive the .inven
tor of his exclusive rights as respects
the general public and to lodge them in
a dead hand .incapable of turning, the
patent, to account for the benefit of the
public.

The record affords even less basis for
inferring, .a eontrect on the part of the
inventors to refrain from patenting their
discoveries than, for finding an agree
ment to assign them.

The bills aver that the inventions and
patents are held in trust for the United
States, and that the court should so de
clare. It is claimed. that as the work of
the Bureau, including all that Dunmore
and Lowell did, was in the public inter
est, these public servants had dedicated
the offspring of their brains to the pub
lie, and so held their patents in trust for

Aeronautical Instrument Company of Pittsburgh,
Pennsylvania.c. ·W. 'Burrows was an employee of the Bureau
llf Standards between 1912 and 19HI. While such
employee he filed applications on the dates men
tioned for patents which were issued. No. 1,822.
405, October 4. 1917, method and apparatus for
testing magnetizable objects by magnetic leakage;
essrened to Magnetic .Analysis Corporation. Long
Island City. N. Y. No. 1.829.378, relay, March
13, 1918: exclusive license issued to make, use
an~ sell for the field of railway signaling and
tram control, to Union Switch & Signal Oompenr.
Swissvale, Pa. No. 1.439,1170. method of and Ap
paratus for testing magnetizable objects. July es,
1917: assigned to Magnetic Analysis Corporation,
Long Island City, N. Y.

John A. Willoughby. an employee of the
Bureau of Standards between 1918 and 1922.
While so employed, on June 26. 1919, applied for
"I.nd was granted a .patent, No. 1.5~j:1I.a"ti•. for. a
oop antenna.-
b

*This paragraph was deleted from the. opinion
Y order of May 8, 1988. . .

the eommon weal, .. represented here in a
corporate capacity by the United States.
The patentees, we are told,should sur
render the patents for cancellation, and
the respondent must also .give up its
rights under .the patents.

The trust cannot be express. Every
fact in the case negatives the existence
of one. Nor can it arise ex -malefioio,
The employees' conduct. was not fraudu
lent in any respect. They. promptly dis
closed their inventions. Their superiors
encouraged them .. to cprcceed ..·in perfect.
ing and -applying. the discoveries....Their
note books and reports disclosed the
work they were doing, and thereis not
a syllalSle to suggest their use of time
or material was clandestine or improper.
No word was spoken regarding any
claim of title by the Government until
after applications for patents were filed.
And, as we have seen, no such trust has
been spelled out of the relation of master
and servant, even ·in the cases where .. the
employee has perfected his invention by
the use of his employer's time and mate
rials. The cases recognizing the doc
trine of shop rights may be said to fix a
trust upon the employee in favor of his
master as respects the use of the .inven
tionby the latter, but they do not affect
the. title to the patent and the exclusive
rights conferred by it against the public.

The Government's position in reality
is, and must be, that a public policy, to
be declared bya court, forbids one em
ployed by the United States, for 'scientific
research, to obtain a patent for what he
invents, though neither the Constitution
nor any satute so declares.

Where shall the courts set the limit of
the doctrine? For confessedly, it must
be -Iimited. The field of research is as
broad as that of science itself. If the
petitioner is entitled to a cancellation of
the patents in this. case; would. it be so
entitled, if the employees had done their
work at home, in their own time and
with their own appliances and materials?
What is to be said of an invention
evolved as the result oithe solution of a
problem in a realm apart from that to
which the employee is assigned by his
official superiors? We have seen that
the Bureau has numerous divisions. It
is entirely possible that an employee in
one division may make an invention faIl
ing within the work of some other di
vision. Indeed this case presents that
exact situation, for the inventions in
question had to do with radio reception,
a matter assigned to a group of which
Dunmore and Lowell were not members.
Did the mere fact of their employment
by .the .Bureau require. these .. employees
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to. cede to' the. public every "device .they
might conceive?

Is the doctrine to be applied only
where the employment is in a bureau de
voted to scientific investigation -pro bono
w.blico? Unless it is to be so circum
scribed the, statements of this "court in'
Bums v, United States, SU'P'1'a, Solomons
v..United States, supra, and, Gillv.
United States, supra, must be"held for
naught.

Again, what are to be defined as bu
reaus devoted entirely to scientific -re
search? It is common knowledge that.
many in the Department of 'Agriculture
conduct researches and investigations,
that divistons or the War and NaVy De
partments do the like, and doubtless
there are many other bureaus and sec~

tions in various departments of govern
ment where employees are ,set''''the task
of solving problems all of which involve
more or less of science. Shall. the field
of the scientist be distinguished from the
art .of as killed mechanic'? Is it con
ceivable that one working on a formula
for a drug or:an antiseptic, in the De
partment of Agriculture stands in a dif
ferent class from a machinist in an ar
senal? Is the distinction to be that
where the government department is, so
to speak, a business department operat
ing a business activity of the govern
ment) the employee has the same rights
as one in private employment, whereas
if his work be fa!" a bureau interested
more particularly in what may be termed
scientific research he is upon notice that
whatever he invents in the field of activ
ity of the bureau, broadly defined, be
longs to the public and is unpatentable?
Illustrations of the difficulties which
would attend an attempt to define the
policy for which the Government con
fends might be multiplied indefinitely.

The courts ought not to declare any
such policy; its formulation belongs
solely to the Congress. Will permission
to an employee to enjoy patent rights as
against all others than the Government
tend to the improvement of the public
service by attracting a higher class of.
employees? Is there in fact greater
benefit, to the people in a dedication to
the public of inventions conceived by
officers of government, thanin theirex
ploitation under vpatents -by private in
dustry ? Should certain classes of in
vention be treated in one way and other
classes differently? These are not legal
questions, which courts are competent to
answer. They are 'praetical .questions,
and the decision as to what will aeeom
plish the greatest good for the inventor,
the Government and the public rests with

the. Congress. ·We· should: not read into
the. patent laws limitations and con;'
ditions which the.legislature·has not ex
pressed.

Fourth.. Moreover, we are. of opinion
Congress has approved a policy at vari
ance with the' petitioner's contentions.
'I'his is .demonstrated by examination of
two statutes, with their legislative his
tory I and the hearings and debates re
specting proposed legislation which failed
of passage.

Since 1883 there has been in force an
act " which provides:

"The Secretary of the Interior [now
the Secretary of Commerce, act of Feb
ruary 14, 1903, c. 552, Sec. 12, 32 Stat.
830] and the Commissioner of Patents
are authorized to grant any officer of the
govemment,except .. officers ...and efn
ployees of the Patent Office, a patent for
any invention of the classes mentioned
in section fortyooeighthundred and eighty
six of the Revised Statutes, when such
invention is used or to be used in the
public service, without, the payment of
any fee:' Provided. That the applicant
in his application shall state that the in
vention described; therein, if patented,
may .be used bythe government or any
of its officers or employees in the prose
cution of work for the government, or by
any other. person in the United States,
without the payment to him cf.any roy
alty thereon, which stipulation shall be
included in the patent."

This law was .evidently intended to en
courage government employees .to obtain
patents, .by relieving them ·of the pay
ment of the usual fees. The condition
upon which the privilege was accorded
is stated .. as the grant of free use by the
government, "its officers or employees in
the prosecution of work for the govern
ment, or by anyothe'f' person in the
United States." For some time the ef~

fect of the italicized phrase was a mat
terof doubt.

In 1910 the Judge Advocate General of
the Army rendered an opinion to the
effect that one taking a patent pursuant
to theiact vthrew his invention "open to
public and .prrvato vuse .. in the United
States."13· It was later realized that this
view made. such a patent a contradiction
in terms, for it secured noexelusive right
to anyone. In 1918 the Judge Advocate
General gave a well-reasoned opinion 14

holding that if the statute were construed
to involve a dedication to the public, the
so-called patent would at most amount to

21Act ot March 8, 1888, C. 148, 22 Stat. 4125.
~ See Squier v. American T. & T. Co•• 21 F.

(2d) 74', 'I.a.
u November 80. ID18: OplnlOJlll of Judre Ad

'VocsteGeneral,U18. Vol. 2,p. 1021.
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IS 32 Opinions Attorney General, 145.
1G See Squier v. American Tel. & Tel. Co., 7 F.

(2dj 831, 21 F. (2d) 747; Hazeltine Corporation
v. Electric Service Engineering Corp•• 18 F. (2d)
862; Hazeltine Ccrcpretton v. A. W. Grebe &
Cc., 21 F. (2d) 648; Selden Co. v. National Ani
line & Chemical ce., 48 F. (2d) 2'10.

1T 45 Stat. 467, 468.
D Report No. 8'11, 70th Cong., tst Sees., House

.of Representatives, to accompany H. R. 6108; Re
port No. 765, 70th Cong., 1st Sess., Senate, to ee
company H. R. 6108; Cong. R.ec., House of Rep
resentatives, March 19, 1928, 70th Cong., 1st seee.,
J). 5011; Cong. Rec., Senate, April 24, 1928, 10th
Cons-., 1st Seas., p.70f16.

a publication or prior reference. He :con:
eluded that the intent of the act was
that the free use of the invention ex
tended only to. the Government or th~se
doing work for it. A similar construction
was adopted-in an opinion or the Attor
ne)' General." Severalfederal courts re
ferred to the statute' and in dicta indi
cated disagreement with the views ex
pressed in these later opinions,"

The departments of government were
anxious tohave tl!~ situation cleared and
repeatedly" requested. that the act ',.be
amended. .Pursuant to the recommenda
-tions of the War Department an amend
mentwas enacted April 30, 1928.11 The
proviso was changed to read:

"Provided.rl'hat the applicant in his ap
plication shall state that the invention
described· therein, if patented, may .'be
manufactured or used by or~for the Gov
ernment for governmental purposes with
out the payment to him of any royalty
thereon, which stipulation shall be in
cluded in the patent."

The legislative history' of the amend
ment clearly discloses the purpose to save
to the employee his right to exclude the
public." In the report of the Senate
Committee on .Patenta submitted with the
amendment, the object of the bill was
said to be the protectionof the interests
of the Government, primarily by secur
ing patents on inventions. made by offi
cers and employees, presently useful in
the interest of the' national defense or
those which may prove useful in the in
terest of national defense in the future;
and secondarily, to encourage the patent
ingof inventions by officers and em
ployees of the Government with the view
to further protection of the Government
against suits for infringement of pat..
ents. The Committee stated that the bill
had the approval of the-Commissioner of
Patents and was introduced at the-re
quest of the Secretary ,o!War. Ap
pended to tne report is a copy of a letter
of the Secretary of War addressed to the
committees of both Houses stating that
the language of the, legislation then ex
isting was susceptible of two interpreta
tions contrary to each other. The letter
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quoted. the proviso of the .section as it
then .stood; and continued:

"It is clear that a literal construction
of this proviso. would work a dedication
to the public of every patent taken out
under the act.. If the proviso must be
construed literally we would have a situ
ation whereiii all the patents taken" out
under the act would be nullified by the
very terms of the act under. which they
were granted, for the reason that a pat
ent which does Dot carry with it the lim
itedmonopoly referred to. int)le 'Consti
tution is in .reality not a patent at all.
The only value that a patent has is the
right· that it extends to the patentee to
exclude all others from making,. using,
or .selling the' invention for 8.'. certain
period of years. A patent that is dedi
cated to the public is virtually the same
as a patent· that has expired,"

After referring' to the interpretation
of the Judge Advocate General and the
Attorney General and mentioning that
no satisfactory adjudication of the ques
tion has been afforded by the courts, the
letter went on to state:

"Because of the ambiguity referred" to
and the unsettled condition that has
arisen therefrom, it has become the policy,
of the War Department to advise all its
personnel who desire. to file applications
for letters patent, to do so under the gen
eral law and pay the required patent
office fee in each case;"

And added:
"If the proposed legislation is. enacted

into law, Government officers and em
ployees may unhesitatingly avail them
selves of the benefits of the act with· full
assurance that in so doing their patent
is not dedicated to the public by operation
of law..' The War Department has been
favoring legislation along the lines of
the proposed bill for .the past five or six
years:"

When the bill came up for passage in
the House a colloquy occurred which
clearly disclosed the purpose of the
amendment." The intent was that a gov-

~,Cong. Rec., 70th Cong., 1st 'Sess., Vol.' 69,
Part 5, p- 5018:

uMr. LaGuardia. Mr. Speaker. resernngthe
right to object, is Dot the.proviso too broad?
Suppose an employee of the Government invents
some improvement which is very valuable. 'Is he
compelled to give the Government free use of it?

"Mr. Vestal [who reported the bill for the Com
mittee and was ill charge of it] .. If he is em
ployed by the Government and the invention is
maa'e while working in his capacity as an agent
of the Government. Irthe head of the bureau
certfnes this invention will be used by' the Gov~
emment, then the Government, of course, gets it
without the pal'lDent of any royalty.

"Mr. LaGuardia. The same as a factory rule?
"Mr. Vestal. Yes; but the man who takes out

the patent has his' commercial Tights outside.
·'Mr. LaGuardia. Outside of the Governmentl
·'Mr.· Vesta1. Yes.
'·Mr. LaGuardia. ..,.Bttt the customls, and WIth-

___~__~_-C-"____. -:c-..
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ernment employee. who in the course of
his employment conceives an. invention
should afford the "government. free use
thereof, but should be protected in his
right to exclude all others. If Dunmore
and Lowell, who tendered theGovern~
ment a non-exclusive license without roy
alty, and always understood that the Gov
ernment might use their inventions
freely, had .proceeded under the act of
1883, they would, have retained their
rights as against all but the United
States. This is clear from the' execu
tive interpretation of the act. But for
greater, security they pursued the, very
course then advised by the law officers of
the Government. It, would be surprising
if they thus lost all rights as patentees ;
especially 50, since Congress has now con
firmed the soundness of the views held
~y the law. officers' of the Government.

Until the year 1910 the 'Court of
Claims was without jurisdiction to
award compensation' to the owner of a
patent. for' unauthorized use by the
United States or its agents. Its power
extended only to the trial of claims. based
upon an express. or implied contract for
suchruse," In that year Congress en
larged the jurisdiction to embrace the
former class of clairns.:n In giving con-

out. this bill, the Government has the right to the
use of the improvement without payment If it is
invented in Government time and in Government
'Work.

"Mr. Vestal. That is correct; and then on top
of that, may I sa}' that. a number of instances
have occurred where an employee of the Govern,
ment, instead of taking Gut a patent had some
one else take out the patent and the Government
has been involved in,a number of suits. There
rs now MOo,oOO,ooO worth of such claims in the
Court of Claims."

It will be Doted from the last statement of the
gentleman in charge of the bill: that Congress was
concerned with questions of. polic~' in the adop
tion of the amendment. These. as stated . above.
are questions of business polieyand business
judgment-what Is to the best advantage of the
Government and the public. TIley are Dot ques
tions as to which the courts ought to invade the'
province of the Congress.

JO See Belknap v. Schild. 161 U.S. 10, 16; Eager
r. United States, 85 C. Cis. ~56.

n Act of June 25, 1910. 86 Stat. 851: (See
Crozier v. Krupp. 224 L". S. 296.)

"That whenever an -tnvention described in and
covered by a patent of the United States shall
hereafter beilsed by the United States without
license of he owner thereof or lawful to use the
same, such owner may recover reasonable com
pensation for such use br suit in the Court of
Claims: Provided, however, That said Court of
Claims shall not 'entertnin a sult or reward com
pensatfon under the provisions of this Act where
the claim for compensation is based on the use
by 'the United. States at any article heretofore
owned, leased, used by, or in the possession of
the United. States: Provided further, That in
any suchsuft the United states may avail ftself
ot any and all defenses, general or special, which
might be pleaded by a defendant in an action
for infTlngement, as set forth in Title Sixty of
the Revised Statutes, or otherwise: And pro-

sent. to be sued, the, restriction was Im
posed that it should not extend to owners
of patents obtained.' by employees' of the
Government while in the' service. From
this it is inferred that Congress recog~
nized no right in such patentees to ex
elude -the public from practicing the in
vention. But an examination of the
legislative record completely refutes the
contention.

The House Committee in reporting the
bill, after referring to the law as laid
down in the Solomons case, said: "The
United States in auch a case has anim
plied license to use the patent vwithout
compensation, for the reason that the
inventor used the time or the money or
the material of the United States in ner
fecting his. invention. The use by· the
United States of such a patented inven
tion without any authority from the
owner thereof is a .lawful use under ex
isting law, and we have inserted the
words 'or lawful right to use the same'
in order to 'make it plain that we do not
intenclto make any change in existing
law in this respect, and do not intend to
give the owner. of such a patent any
claim against the United States for its
use." sa From this it is clear that Con
gress had no purpose to declare a policy
at variance with the decisions of this
court.

The executive' departments have advo
cated legislation regulating the taking of
patents by government employees and
the administration by government
agencies of the patents so. obtained. In
1919 and 1920 a bill sponsored by the In
teriorDepartrnent was introduced. It
provided for the .. .voluntarv assignment
or .license by any government employee,
to the Federal Trade Commission, of a
patent applied for by him, and the Iicensw

ing of. manufacturers 'by the Commis
sion, the license fees to be paid into the
'I'reasury nnd such-part of them as the
President might deem' equitable to be
turned' overvtotthe patentee." In the
hearings and reports upon this measure

vided rurther. That·the benefits of this Act 'hall
not inure to any pateritee. who. when he makes
such claim ts Jn the emplo:rmentor service of
the Government of the United States; or the ~
signee of aril' such' patentee: nor shall this Act
apply to any device discovered or invented by
such employee during the time or his employ-
ment. or servtee," .

The Act was' amended In reeenets imma.terial
to the present question. Jnly 1•. 19l8, 40 StAt. 705.
See William Cramp & Sons Co. v. Curtis Turbine
Co.. 246 U. S. 28; Rlr.bmondScrew Anchor Co.
'V. United States, 275 U. S. 1181, 848. As amended
it appears -tn U. S. C.• Tit. 8~, § G8.

a House Report 1288, erst Con/;-, !d Sees.
SI S. 5285. 8.5tb Cong., 3d Sess.; S. 8228. 88th

Cong., !d Sess.; H. R. 9982. 88th Cong.; lid Seas.;
H. &.1]1)84_ 88th. Cong., ad Sess.
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streSS was laid not .only upon thefaet
that actioD by an employee thereunder
would be voluntary, but that the dnven
tor would ~e protected at least to st?me
extent in hIS private r-ight of exclusion,
It WM recognlzed fhat .the Government
could not compel, an assignment, was in
capable of taking such assignment or
administering the patent, and that it had
shop rights in a patent perfected by the
use of government material and in gov
ernment working time. Nothing contained
in the bill itself or in the hearings or
reports .indicates any, intent to, change
the existing and well understood rights
of government employees who obtain pat
ents for their inventions made while in
the, service. The measure faHedof pas
sage.

In 1923 the President sent to the Con
gress the report of an Interdepartmental
patents board created by executive order
to study the question of patents within
the government service and to recommend
regulations establishing a policy to be
followed in respect thereof. The report
adverted to the fact that in the absence
of a contract providing other-wise a pat
ent taken out by a government employee,
and any invention developed by one in
the public service, is the sole property of
the inventor. The committee' recom
mended strongly aganist public dedica
tion of such an invention, saying that
this in effect voids a patent, and, if this
were not so, "there is little incentive
for anyone to take upa patent and spend
time, effort, .and money * '" * on its
commercial development without at least
some measure of protection against oth
ers free to take the patent as developed
by him and. compete- in its use. In such
a case one of the chief objects of the
patent law would be defeated." 2~ In full
accord is the statement on. behalf of the
Department of the Interior in a memo
randum furnished with respect to the
bill introduced in 1919.26

With respect toa policy of permitting
the patentee to take a patent and control
it in his own interest (subject,of course,
to the government's right of use, if any)
the committee said:

"* '" * it must not be lost sight of
that in general it is the constitutional
right of every patentee to exploit his pat
~nt as he may desire, however expedient
l~ may appear to endeavor to modify this
right in the interest of the public when
the patentee is in the. Government serv
ice." :M

»l Sen. Doc. No. 8S, «18th Cong., ret Sess.• p, 8.
Z Hearings, Senate. Patent Ccmmtttee, BlIth

Cong., 2d Seas•• January 28, 1920, p. 11.
IIISen. Doc. No. 88, 18th Cong.. 1st Sess•• p. 8.
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Concerning a. requirement that all pat
ents obtained by government employees
be assigned-to the United States or its
agent the committee said:

u* * * it would, on the one hand, ren
der difficult securing the best sort of
technical men for. the service. and, on the
other,would influence technical workers
to .resign in order to exploit inventions
which they might evolve and suppress
while still in the service. There has al
ways been more or less of a tendency
for able men in the service to do this,
particularly in view of the comparative
meagerIless of Government salaries jthus
the Government has suffered loss among
its most capable class of workers." To

The committee recommended legisla
tion to create an· Interdepartmental Pat
ents Board; and further that the law
make it part of the express terms of em
ployment, having the effect of a con
tract, that any patent application. made
or, patent granted for an invention dis
covered or developed during the period of
government service and incident. to the
line of official duties,· which in the [udg
ment of the board should, in the interest
of the national defense, or otherwise in
the public interest, be controlled by the
government, should upon demand by the
board be assigned by the employee to an
agent of .the Government. The recom
mended measures were .not adopted.

Fifth. Congress has refrained from
imposing upon government servants. a
contract obligation of the sort above de
scribed. At least one department has at
tempted to do so by regulation." Since
the record in this case discloses that the
Bureau of Standards had no such regula
tion, it is unnecessary to consider whether
the various departments have power to
impose such a contract upon employees
without authorization bv act of Congress.
The question is more difficult .under our
form of government than under that. of
Great Britain, where such departmental
regulations seem to settle the metter."

All of this legislative historv empha
sizes what we have stated-c-that the
courts are incompetent to answer the dif
ficult question whether the patentee is to
be allowed his exclusive right or com
pelled to dedicate his invention to the
public. It is suggested that the election
rests' with the authoritative officers of
the Government. Under what power, ex
press or implied, may such officers, by

:tf Ibid., p. 4.
., See Annual -Report. Department of Agricu).

ture, for 1907. p, '1'15. See Selden Co. v. National
Aniline & Chemlcai Co. Inc., 48 F. (2d) 2'10, !'18.
. ": Queen's Regulation'.! (Addenda 189.5, 1st Feb

nary) ;Ch. 1. Instructions for Officers in Gen
eral. pp. 15-UI.



'"166' United Stateso! Americav. Dubilie'1' Condenser Corporation

1 administrative 'fiat, determine .the nature
and extent of rights exercised under a
charter granted a patentee pursuant to
constitutional and legislative provisions?
Apart from the fact that' express author
ity is nowhere to be found, the question
arises, who are, the authoritative officers
whose determination shall bind the
United States and the patentee? The
Government's position comes to this
that the courts may not reexamine the
exercise of an authority by. some officer,
not' named. purporting to deprive' the
patentee of the rights conferred upon
him by law. Nothing would be settled
by such a holding, except that the de
termination of the reciprocal rights and
obligations of, the Government and its
employee as respects inventions are to
be' adjudicated, without review, by an un
specified department head or bureau
chief. Hitherto both the, executive and
the" legislative branches of the Govern
ment have concurred in what we con
sider the correct view.c--that any such
declaration of policy, must come from
Congress and that no power to declare
it is vested-in administrative, officers.
~e decrees are affirmed.

Mr. Justice STONE, dissenting......,..!
think the decrees should be reversed.

The Court's, conclusion that the em
ployment, of Dunmore and, Lowell, did
not contemplate' that they should exer
cise inventive faculties in their service
to the government, and that both, courts
below so found, seems to render super
fluous much that is said in the opinion.
For it has not been contended and I cer
tainly do not contend, that if such were
the fact there would be any foundation
for the claim' asserted by the' govern
ment. But I think the record does' not
support the Court's conclusion of fact.
I am also unable to agree with the rea
soning of the opinion, although on my
view of the facts it would lead to the
reversal of the decree -below,which I
favor.

When originally organized" as a sub-.
division of the Department of Commerce,
the functions of the Bureau of Standards
consisted principally of the custody,
comparison, construction, testing 'and
calibration of standards and the solution
of problems arising in connection with
standards. But in. the course of its in
vestigation of standards of quality and
perfonnance it has gradually. expanded

:I Act. of March 8,.1901,-81.5tat. U.4P; Act of
February 14, 1908, §4, 82 Stat. 825, 826. For an
accoui:lt of the origin and development ot tb"e
Bureau and its predecessor. see. Weber. The
Bureau. at Standards~ 1"'15.

into a laboratory for -research of the
broadest character in various branches
of science and industry and partiCUlarly
in the field. of engineering/ Work of
this nature is carried on for other gov
ernment departments/ the. general pub
lic4 and private industries," It is almost
entirely supported by public funds," and
is maintained in the-public interest. In
1915,as the importance of radiato the
government and to the public increased
Congress appropriated funds' to ·'th~
Bureau "for investigation and standard];
zation of methods and instruments em
ployed in radio communication." Similar
annual appropriations have been made
since and public funds were allotted by
Acts of Julyl, 1916, c. 209, 39 Stat.
262, 324 and October 6, 1917, c. 79, 40
Stat. 345, 375, for the construction of a

:I Muchot .the. expansion or the Bureau's ac
tivities in. this direction took place during the
war. See Annual Report er the Director,Bureau
of Standards. for19UI, p. 25; War Work of the
Bureau of Standards (l9Zl), Misc. Publications
of the Bureau of Standards No. 46. The scope of
the Bureau's scientific work is revealed b)' the
annual reports of the Director. See also the
bibliograph:\-' of Bureau publications tor the yeats
1901-1925, Circular .ofthe Bureau or Standards
No. 24 (1925) •

.aThe Act of May 211,11120, 41 Stat~6Bl, 688,684,
pennitted other departments to transfer tunds to
the Bureau of Standards for such purposes,
though even before thnt time it was one ot the
major tunctions ot the Bureau to be or assistance
to other branches' of the service. See e. g. An
nual Reports of the Director for ]1115, HI16, 11111,
p. 16; Annual Report -ror 1918; p. 18: compare
Annual Report for 11121, p.25; tor 11122, n. 10.

4 The consuming public is directly benefited not
only by-the Bureau's work in improving the stand
ards of quality and nerrcrmence of industry, but
erso by the assistance which it Jends to govern
mental bodies. state and city. _See Annual Re
ports at the Director tor 1915. 19111, 1111':", n. 14;
Annual Report for 1918. p~II1;National Bureau
of Standards. Its Functions and Activity. Cire
-uler at the Bureau of Standards, NO.1 (1925),
pp. 28, 8S.

G Cocneretton with prlvateJndustJT has been
the major method relied upon to make the ac
complishments ot the Bureau etrective. See An
nual Report for 1922, p. 7; Annual Report for
1928, p. 8. A system of research associates per
mits Industrial groups tl;l maintain men at the
Bureau for research of mutual concern. The
plan has facilitated co-operetton. See Annual
Report for 1923, p.4; Annual Report for 1924,
u. 85; Annual Report for 1925 p. 88; Annual Re
ports for 11126.]1128, 11129, 11l~I, 1982, p. 1; Re·
search A!lsocintes' at the Bureau of Standards,
Bureau Circular No. 296 (1926). For a Bstof
cocperettne organizations as ot December I, 1926,
see Misc. Publications No. 96 (1927).

G No fees have been charged. except to cover
the cost of' testing, but the Act or June 80, 11132,
c. 814. §. 812, 47 Stat. 410. directs that ''for all
comparisons, calibrations, tests or inve~1igatlons,

perfonned" b}' the Bureau. except those per
fonned tor the Government or the United States

. or a State, "a fee suftl.cient in each case to com
pensate the '/I fr * Bureau * ... ... for the
entire C09t of the services rendered shall be
"Charged. .. ...... .

'Act of March "4,l»I~, Co In, ae Stat. ilil1,
10·".
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fireproof Iaboratcrv building. "to provide
additional space to he used for research
and testing in radio communication," as
well. as "space and facilities for. coopera
tive research and experimental work in
radio communication" by other depart
ments of the government. Thus, the
conduct of research and scientific inves
tigation in the field of radio has been a
duty imposed by law upon the Bureau
of Standards since 1915.

Radio research has been conducted in
the Radio Section of the. Electrical Di
vision of the Bureau. In1921 and 1922,
when Dunmore and Lowell made the in
ventions in controversy, they were em
ployed in this section' as members of the
scientific stafl'. They were not, of course,
engaged to invent, in the sense 'in which
a carpenter is employed to build a chest,
but they were employed to conduct scien
tific investigations ina laboratory de..
voted principally to applied rather than
pure science with full knowledge and ex
pectation of all concerned that their in
vestigations might nonnally lead, as they
did, to invention. The Bureau was as
much devoted to the advancement of the
radio art by invention as by discovery
which falls short of it. Hence, invention
in the field of radio was a goal intimately
related to and embraced within the pur
poses of the work of the scientific staff.

Both courts below found that Dunmore
and Lowell were impelled to make these
inventions "solely by their own scientific
curiosity." They undoubtedly proceeded
upon their own initiative beyond the
specific problems .. upon. which they were
authorized or directed to work by their
superiors in the Bureau, who did not
actively supervise their work in its in
ventive stages. But the evidence leaves
no doubt that in all they did they, were
following the established practice of-the
Section. For members of the research
staff were expected and encouraged to
follow their own scientific impulses. in
pursuing. their researches and discoveries
to the point, of useful application,
whether they involved. invention or not,
and even though they did not relate to
the immediate problem in hand. After
the inventions had been conceived they
Were disclosed by the inventors to. their
chief and they devoted considerable time
to perfecting them, with his express ap
proval. All the work was carried on by
them in the government laboratory with
the Use of government materials and fa
cilities, during the hours for which they
received a government salary. Its prog
ress was recorded. throughout In .weekly
and monthly reports which they were reo.

167

quired to file, as well as in their labora..
tory notebooks. It seems clear that. in
thus exercising their inventive powers in
the pursuit of ideas reaching beyond
their specific assignments, the. inventors,
were discharging the duties expected of
scientists employed "in the. laboratory;
Dunmore as well as his supervisors, tes
tified that such was their conception of
the nature of the work. The conclusion.
is irresistible that theirscientific-eurio~,
ity::was precisely. what. gave the, inven
tors value as research workers; the gov
ernment employed it end gave it· free
rein in performing the broad duty of the
Bureau of advancing the radio art by,
discovery and invention.

The courts below did, not .find that
there was any agreement between the
government and the inventors as to their
relative rights in the patents and there
was no evidence to support such a find..
ing. They did not find, and upon. the
facts in evidence and within the range of
judicial notice, they could not find .that
the work done by .Dunmore and Lowell
leading to the inventions in controversy
was not within the scope of their employ
ment. Such a finding was unnecessary
to support the decisions. below j which
proceeded on the theory relied on by the
respondent here,' that in the absence of
an express -contract to assign it, an em
ployer is entitled to the full benefit of
the patent granted to an employee,only
when it is for a particular invention
which the employee was specifically hired
or directed to make. The bare references
by the court below. to. the obvious facts
that "research" and "invention" are not
synonymous, and that all research work
in the Bureau is not concerned with in
vention fall far short of a finding that
the work. in the Bureau did not contern
plate invention at all. Those .references
were directed to a different end, to: the
establishment of what is conceded here,
that. Dunmore and Lowell were. not
specifically hired or directed to make the
inventions because in doing so they pro
ceeded beyond the assignments.given
them by their .superiors. The court's
conception of the law, applied to this ulti
mate fact, led inevitably to its stated
conclusion that the claim of the govern
ment is without support in reason or au
thority "unless we should regard a gen
eral employment for research work as
synonymous with a particular employ
ment (or assignment) for inventive
work."

The opinion of this Court apparently
rejects the distinction between specific
employment .or .assignment .and general
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employment. to invent, adoptedhy the
court below and supported b~{ authority,
in favor of the broader position urged
by the government that wherever the
employee's duties involve the exercise of
inventive powers, the employer is entitled
to an assignment of the patent on any
invention made in the scope of the gen
era! employment. As I view the facts,
I 'think such a rule, to which this Court
has not hitherto given explicit support,
would require a decree in favor of the
government..... It would also require a de
cree in favor of a private employer, on
the ground stated by the court that as
the employee "has. only produced what
he is employed to invent," a specifically
enforcible "term of the agreement neces
sarily is that what he is paid to produce
belongs to his paymaster.". A theory of
decision so mechanical is not ,forced upon
us by precedent and cannot, I think, be
supported.

What the employee agrees to assign to
his employer is always a question of fact.
Iteannot be said that merely because
an employee agrees to invent,.he also
agrees to assign any patent secured for
the invention. Accordingly, if an as
signment is ordered in such a case it is
no more to be explained and supported as
the specific enforcement of an agreement
to transfer property in the patent than
is the shopright which equity .likewise
decrees, where the employment .does not
contemplate invention. All the varying
and conflicting language of .thebooks
cannot obscure the reality that in any
ease where the rights of the employer .to
the invention are not fixed by express
contract, .and no agreement in fact may
fairly be implied, equity determines after
the event 'what they shal1 be. In thus
adjudicating in. invitum the -consequences
of the "employment relationship.vequi'ty
must reconcile the .conflicting claims of
the employee who has evolved the idea
and the employer who has paid him for
his time and supplied the materials util
ized in experimentation and construction;
A task so delicate cannot be performed
by accepting the formula advanced by
the petitioner any more than by adopt
ing that urged by the respondent, though
both are not without support in the opin
ions of this Court. Compare Hapgood
v, Hewitt, 119 U. S. 226; Dalzell v.
Dueber Mfg. Co., 149 U. S. 315; Solo
mons v. United States, 137 U.S. '342,
346; Gill v. United States, 160 U. S. 426,
435; Standard Parts Co. v. Peck, 264
U. S. 52.

'Where the employment does not con
template the exercise of inventive talent

the policy of the patent laws to stimulate
invention .by·awarding. the -benefits .of
the monopoly to the inventor and not to
someone else leads to a. ready compro,
mise: . a shop-right gives the employer
an adequate share in the unanticipated
boon,' Hapgood v. Hewitt, supra,' Lane
& Bailey' Co. v, Locke, 150 U. S. 193;
Dalzell v. Dueber Mfg, Co., supra·
Pressed Steel Car Co.v. Hansen, 137
Fed. 403; Amdyco Corp. v. Urquhart, .
39 F. (2di '943, aff'd 51 F. (2di 1072;
Ingle v. Landis Tool ce., 272 Fed. 464;
see Beecroft & Blackman \T. Rooney, 268
Fed. 545, 549,

But where, as in this case, the employ
ment contemplates invention, the ade
quacy of· such a compromise is more
doubtful not because it contravenes an
agreement for an assignment, which may
not exist, but. because, .arguably, as the
patent is the fruit of the very work
which the employee ishil'edtodo and
for which he. is paid, it should no more
be withheld from the employer, in equity
and good conscience, than the product of
any other service which the employee en
gages to render. This result has been
reached where the contract was to devise
a means for solving a defined problem,
Standard Parts Co. v. Peck, supra, and
the decision has been thought to estab
lish the employer's right wherever the
employee is hired or assigned to evolve
a process or mechanism for meeting a
specific need-.Magnetic Mfg. Co. v. Dings
Magnetic Separator Co., 16 F. (2d)· 739;
Goodyear Tire and Rubber CO. Y. Miller.
22 F.(2di 353,356; Houghton Y. United
States, 23 F. (2d) 386. But the court
below and others have thought (Pressed
Steel Car Co.v~ Hansen,. supra;. Hough
ton v.United·..States,' supra; Amdyco
Corp-.·v.· Urquhart, supra), as the re
spondent argues, that only in cases
where the employment or assignment is
thus specific may the employer demand
all the benefits of the employee's inven
tion. The basis of such a limitation is
not articulate in the cases. There is at
Ieast a question .whether its application
may not be attributed, in some instances,
to the readier implication of an actual
promise to assign the patent, where the
duty is to invent a: specific thing (see
Pressed Steel -Car Co.v.Hansen, supra,
415), or, in any case, to the reluctance
of ~quity logically to extend, in this field,
the principle that the e-ight to claim the
service includes the right to claim its

'product. The latter alternative m.ay find
support in, the policy of the patent laws

• Seethe cases collected in 80 ColumbI& Law
Rev. 11'12; 811 Harvard Law Rev. "118.
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to secure ~o the Inventor the fruits ~f
his inventive genius, In the. hardship
which may be .fnvolved in imposing _a
duty to assign <ill inventions, see Dalzell
",.Dueber Mig. Cc., 8u:pra, 323, cf. As
pinwall_Mfg. Co. v. GIll, 32 Fed. 697,
700: .and in 3. possible inequalfty -in bar":
gaining power of employer and employee.
But compare Goodyear Tire & Rubber
Co. ,¥.Miller, supra, 355; Hulse v. Bon
sack Mach. Co., 65 Fed. 864, 868; see 30
Columbia Law Rev, 1172, 1176-8. There
is no reason for determining now the
weight which should be accorded these
objections to complete control of the in
vention by the employer, in cases of or
dinary employment for private purposes.
Once it is recognized, as it must be, that
the function of the Court irrevery case
is to detennine whether the employee
maJ·, in equity and good conscience re
tain the benets of the patent, it is ap
parent that the present case turns upon
considerations which distinguish it. from
any which has thus far been decided.

The inventors were not only employed
to engage in work which unmistakably
required them to exercise their inventive
genius as occasion arose: they were a
part of a public enterprise. It was de
voted to the improvement of the art of
radio communication for the benefit of
the people of the United States, carried
on in a. government laboratory, main
tained by public funds.. Considerations
which might favor the employee where
the interest of the employer is onl~.. in
private gain are therefore of slight sig
nificance; the policy dominating. the re
search in the Bureau, as the inventors
knew, was that of the government to
further the interests of the public by ad
vancing the radio art. For the work to
be successful, .the government must be
free to use the results for the benefit of
the public in the most effective way. A
patent monopoly in individual employees,
carrying with it the power to suppress
the invention,or· at least to exclude oth
ers from using it, would destroy this
freedom; a shopright in the government
would not confer it. For these employees,
in the circumstances, to attempt to with
hold from the public and from the gov
ernment the full benefit of the inventions
which it has paid them. to produce, ap
pears to me. so unconscionable and in
equitable as to demand the interposition
of a court exercising chancery powers.
A court which habitually enjoins a mort
gagor from acquiring and setting up ~

tax title adversely to the mortgagee,
M.iddletown Savings Bank v. Bacharach,
46 Conn. ·61a, 624; Chamberlain v.
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Forbes, 126 Mich. 86jWaring v, Na;.
tional Savings & Trust Co., 138 Md. 367;
see. 2 Jones on Mortgages (8th ed.) ,
§841, should find no difficulty in enjoin
ing these employees. and 'the respondent
claiming-under them from asserting, un
der the patent laws, rights. which would
defeat the very objeetof their employ
ment. The capacity of equitable doctrine
for growth and of courts of equity to
mould it to new situations, was not €X,R

hausted with the establishment. of the
employer's .shopright. See Essex Trust
Co. v. Enwright, 214 Mass. 507; Mein
hard v, Salmon, 249 N. Y. 468.

If, in the application of familiar prin
ciples to the situation presented here,
we must advance somewhat beyond the
decided eases, I see nothing revolutionary
in the step. We need not be deterred
by fear of the necessity, inescapable in
the development of the law, of setting
limits to the doctrine _we apply, as the
need arises. That prospect doesnotre
quire. us to shut .our eyes to the obvious
consequences of the decree which has been
rendered here. The result is repugnant
to common notions .of justice and to
policy as well,and. the case must turn
upon these considerations if we abandon
the. illusion that equity is called upon
merely to enforce a contract, albeit, one
that is "implied." The case would be
more dramatic if the inventions pro
duced at public expense were important
to the preservation. of human life, or the
public health, or the agricultural.re
sources of the country. The principle
is the same here, though the inventions
are of importance only in the further
ance of human happiness. In enlisting
their scientific talent and curiosity in the
performance of. the- public service in
which the Bureau was engaged, Dun
more and LoweU necessarily. renounced
the prospect of deriving from their work
commercial rewards incompatible with
it.8 Hence, there is nothing oppressive

81t has been said that many scientists in the
employ of the Government- regard the acceptance
of patent rights leading to commercial. rewards
in any case as an abasement of their work.
Hearings on ExPloitation of Inventions br Gov
ernment Employees. Senate Committee on Pat
ents, 65th Cong.. ad sees. (Hag); pp.16, 17: see
also the Henr-lngs before the sa-me Committee.
January 28, 1920, 66th Cone., zd Sess. (1920),
p, 5. The opinion of the Court attributes im
portance to the fact, seemIngly irrelevant, that
other employees of the Bureau have in some tn
stances in the past taken out patents on their
Inventions which, so far as appears, the Govern
ment has not prevented them from enjoying. The
circumstances under which those Inventions were
made do not appear. But even If. they were the
same as those In the' present case there Is no
basis fOT contending that because the Govern
ment saw fit. not. to assert .Its rights In other cases
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or unconscionable in requiring them or
their licensee to surrender their patents
attheinstanee of the United .Statas, as
there' probably would,be if the inventions
had not been made within the scope 'of
their employment or if the employment
did not contemplate invention at all.

The issue, raised here is unaffected by
legislation. Undoubtedly the power rests
with Congress to enact a rule of decision
for determining the, ownership, and con
trolof, patents on inventions made by
government employees, in the course of
their employment.. But I ,find no basis
for saying ',that Congress has done so
or that it has manifested any affirmative
policy for the disposition of cases of this
kind, which is at variance with the con
siderations which are controlling here.
. The Act of June 25, 1910, 36 Stat. 851,
as amended July 1, 1918, 40 Stat. 704,
705, permitted patentees to sUe the gov
ernment in the, Court of Claims for, the
unauthorized -use of their patents. It
was in .effeet an, eminent domain statute
by which just compensation, was' seeured
to the patentee; whose patentha.dbeen
used' by the government.' See Richmond
Screw Anehor Co.v. United States, 275
U. S. 331. This statute excluded gov
ernment employees from the benefits of
the Act in order, as the House Conunit
tee Report explicitly points out, to leave
unaffected theshoprights of the govern
ment. See H. R. Report No. 1288, 61st
Congo 2d Sess. A statute thus aimed
at protecting in every case the minimum
rights of the government can hardly be
taken to deny other and greater rights
growing out of the special equity of
eases like the present.

The Act of April 30, 1928, 45 Stat.
467,468" amending an, earlier statute of
1883 (22 Stat. 625), so as to permit a
patent to .be issued"to a government em
ployee without payment. of fees, for any
invention' which, .the -heed. of,' a depart
ment or independent;:.b.ureaucert~fies "is
used or liable to be used in the public
service," and which the application speci
fiesmay, if patented, "be manufactured
and used by or for the Government for
governmental purposes without the, pay
ment of * * * any royalty," was passed,
it- istrue, with the general purpose of
encouraging government employees to
take out 'patents on their inventions..But
this purpose was not, as the. opinion of
the Court suggests, born of a Congres-

It bas lost them In this. Moreeover. there is DO
necessary inconsistency in the Government's po
sition if it concluded In those cases that the pub
lie interest would be served best by permitting
tbe employees to enloit their inventions. them
aeiTea. and· adopted a eGnb'arr conclusion bere.

sional intent that a .govemment employee
who. conceives an invention in the course
of his employment should .be protected
in his. right to exclude. all others but the
government from using it. Congress Was
.concerned neither with enlarging nor
with narrowing the relative rights -ofthe
government and its employees," This is
apparent from the language of the sta
tute that the patent shall be issued with~
out a fee "subject to existing law," as
well as from the records ,ofits legislative
history,"

'I'he purpose of Congress in facilitating
the patenting of inven~ionsby govern
ment employees was to protect the exist
ing right of the government to USe all
devices invented in the service, whether
or not the patentee was employed to use
his inventive powers. Experience had
shown that this shopright was [eopard
ized .unless the employee applied for a
patent, since without the disclosure in
cident to the application the government
was frequently hampered in its defense
of claims by-orders asserting priority of
invention. But doubt which had arisen
whether an apprication for a patent un
der the Act of 1883 did not operate to
dedicate the patent to the public," and
reluctance to pay the fees otherwise re
quired, had led government employees to
neglect to make appllcations; even when
they were entitled to the benefits of the
monopoly subject only to the govern
ment's right of use. This doubt the
amendment. removed. It can hardly be
contended that in removing. it in order
to aid the government in the protection
of its shopright,'. Congress declared a
policy that Itshould have no greater right
to control a patent procured either un
der this special .. statute or under the
general patent laws by fraud or any
other type·. of: inequitable conduct. Had
such a policy been declared, it is difficult
to see on what basis we could award the

:II) Throughout the vertoue speculations in com
mtttee as' to what those rights were, it was gen- .
erally agreed that they were intended to remain
uncbeased by the bilL See Hearings before the
House Committee on Patents, 68th Cong., ad sess.,
on H. R. 3267 and 11408 (1112'); Hearings before
the same Committee. 70th Cong.• rst gess. (1928).
especially. at pp. 8-18. The discussion on the
floor of the Honse. referred to in the opinion of
the Court (see note 19) does not indicate the
contrary.
n In addition to thehearlngs cftedwpra. note
10, see H. R. Report No. 1596, 68th Cong., and
Sess.; H. R. Report NO;S71, Senate Report No.
7M, 70th ·COrig., 1st Sees. The bUI was originally
a companion proposal to the Federal Trade ecm
mission bill discussed infra, note 18. See the
references given there.

12 See Selden Co. v. National AnUine & Chemi
cal Co., 4S F. (lild) 170, 272; Squier v. American
Telephone & Telegraph ce, 7 F. (Id) 881, 882,
atll.rming 21 F.(ld) 747.
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February 11, 1921, tbe subject was again con-
sidered .by en Interdepartmental Board estab
lished by executive order ot President Harding,
August 9, 1922. Its report wee transmitted to
Congress .by President Coolidge. in December,
1925. Sen. Doc. No. 58, 68th Cong., ret Sees.
The Board found that there had never been nDy
genera.l governmental policy establisbed with re
spect .. to inventions, that whether public dedica
tion, private explonetton or governmental con
trol and admtriistracioa isdesirabJe, depends
largely on the nature of the invention.Accord~
ingl" legisla.tion was recommended establishing
a permanent Interdepartmentcl Patents Board
with the power to demand assignments of patents
ontbose inventions thereafter developed in .the
service which "in the interest of the national de
fense, or otherwise in the public interest" sbould
be controlled by the Government. .N0 ecttcn was
taken. upon this proposal.

Since that time the Director of the Bureau at
Standards hBS recom~ended that a "uniform,
equitable policy of procedure" be defined tor the
Government by ler;:islatlon.. (Annual Report for
1925. p.40.) In the Report tor 19B1 it Is said
(p. 4(5) that the "patent poBerof this Bureau
has always been that patentable devices developed
b, employees paid out of public funds belong to
the publiCo" and the Report for 1982 adds .(p.
'0) "If not 80 dedicated directly, the vested

rirbts should beheld bytbe Government."

best served by the dedication of an In
vention .to the public or by its .exploite
tion with patent protection under license
from the government or the inventor.
But the .difficulty of resolving the. quea..
tion does not justify a decree which does
answer it in favor of permitting govern..
ment employees such as these to exploit
their inventions without. restriction,
rather than one which would require the
cancellation of their patents or their as-
signment to the United States.

The decrees should be reversed.
Mr. Justice CARDOZO concurs .inthis

opinion.
Mr. Chief Justice HUGHES (dissent.

ing).-I agree with Mr. Justice STONE'S
analysis of the facts showing the nature
of .the employment of Dunmore and
Lowell, .:and. with. his conclusions as to
the legal effect of that employment. As
the people of the United States should
have the unrestricted benefit ct the In
ventions in such a case, I think that the
appropriate remedy would. be to cancel
the patents.

17 U. S. PAT. Q.

government a remedy, .as it seems to be
af'l:eed we would, jf Dunmore and Lowell
had been specifically employed to make
the inventions. There. is nothing to in
dicate that Congress adopted ODe policy
for such a case and a contrary one for
this.

other legislation proposed but not en
acted/3 requires but. a word. Even had
Congress expressly rejected: a bill pur
porting to enact into law the rule of de
cision which I think applicable here, its
failure to act could not baeeeorded the
force aflaw. But no such legislation has
been proposed -to Congress;" and that
which was suggested may have been and
probably was defeated for reasons un
connected with the issue presented in this
case. The legislative record does show,
as the opinion of the Court states, that
it is a difficult question. which has been
the subject of consideration at least since
the war, whether the public interest is

:Ill The bill referred to in the opinion of the
Court was one sponsored by the executive de
partments to endow the Federal Trade Commis~
slon with the power to accept assignments ot
patents trom Government empioyees and ad
minister them in the public interest. .. It passed
the Senate on one occasion and the House on
another but tailed to become a law. (S. 52t15,
estn Cong., ad seee., S. 8228, 66th Cong.. ret
Seas.• H. R. 9982, 66th Oong.. 1st Sese., H. R.
n984. 66th Cong., 8d Sess.). In the course ot
hearings and debates many poinis or view were
expressed. See Hearings on Exploitation of In
ventions by Government Employees,· Senate Com
mittee on Patents, 65th Cons., ad Sese. (1919);
Hearing before the same Committee, 66th ccoe.,
2d sess. (1920); Senate Report No. 405, H. R.
Report No. 59.5, 66th Cons., ed sess., recommend
ing passage. See 59 Oons," nec., 2800, 24.21.
24.80, 3908, 4682, 4.171. 8859. 8860, 84.88. 8490; GO
ibid. 856; ccnterence Report, H. R. No. U94.
Sen. Doc. No. 879, 66th coas., 8d Sess. And see
60 Congo Rec., 2890, 8229, 3264-8269, 8537.' nrr
rerences were stressed in the purposes and needs
ot different agencies· of the Government. See
especially Hearings (1919). BUpra, pp. 22, 2'-5.
The need of commercial incentives to private ex
ploiters, as well as the general desirabIlity of
sucn expicttetrcn were admitted, but the dangers
were recognized as well. It was thought that
the public interest would best be served by the
establishment of a amgte esencr for Government
control, with the power to determine upon some
compensation tor the inventor.

After the death of this, bill in the Senate,
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Fed. (2d) 199 '(C. C.A. 6). There ......
two tests of equivalency (1). identity of
function, and (2) substantial identity, of
way of perfprmingthat function. 'walker
on Patents, 6th Ed. 511. .:Primary as well
as .secondary patents are infringed by no
substitutions that do not fully respond to
these tests.' Even if identity, of' function
were present, the, patent, not being a pri-

. mary one, the requirement of substantial
identity ofwa~T should v.otbeeonsidered
so elp"'+jc'" " .ule 'important ·,difa
feren..~~ ".. ~u..."ulerofoperatH:m..~c" "', ~

There, is" no, infringelllent,',anctthe"'de~
eree belowis affirmed. .

~ ..... ,
Chicago Forging & Manufacturing Co.'"'".

Supreme Court of the United States
UNJTED STATES OFAMERICA.V. ,DUBILIER"CONDENSER', CORPORATIOl'!

Nos. 316, 317, 31& Decided Apr. 10, 1933

Patents-Patents-
Patent is not,accurately speaking, a monopoly, forit -Ie not-createdby executive

authority at expense of and to prejudice of all community except grantee of patent;
inventor deprives public of nothing .which it enjoyed before his .discovery butgives
something of value to community 'by adding to sum of human knowledge; he may -"
keep invention secret and reap its fruits indefinitely; in consideration of its dis
closure and consequent ,benefit to 'community, 'patent, is, granted.

Patents_Spe~ification-Sufficiencyofdiselosure---o-
Law' requires such disclosure to be made in application for patent that.tethers

skilled in art may understandjnvention and how to put it.to use.

Patents-c-Title-c-Employer und employee-
Patent is property and title can pass only by assignment; ifnot yet issued, agree

ment..to assign 'when issued, if valid as contract, will bespedficallyenforced ;'re
pective rights and obligations of . employer and .employee, touching invention con
ceived by latter, spring from contract of emplovment ; one employed to make inyen
.tion who aueceedsdur.ng term of service in accomplishing that task is, bound to
assign to employer patent obtained; on other hand if emplbymentbegeneral, albeit
it covers field of labor and effort in performaneeoLwhich employee conceived the
invention for what he obtained patent, contract is not so'broadly construed as to
require. assignment .of .patent.

Patents-Pateniability-Invention-:-
Invention consists neither in finding out laws of nature nor in fruitful'researc4:.as

to operation of natural laws but in discovering how those laws may be utilized or
applied for beneficial purpose by a process,a device or a machine; itis result of
inventive act, birth of an idea, and its reduction to practice; product of original
thought; concept demonstrated to ·be· true by practical application. or .embodiment
intangible form; embodiment is not the invention and is not subject of a patent.

Patents-c-Tltle-e-Emplover and employee-
Employment merely to .design ·or .construct or devise. methods of manufacture. i@.

not Same as employment to invent; shop right is thaty where aervarrt during hours
of employment working with master's materials and appliances conceives and per
fects invention for which he obtains patent, he must accord master non-exclusive right
to practice invention; but employer has no equity. to .demand .con~eyance.of inven
tion; this remains property of him who conceived it together with right conferred
by patent to exclude all others than.employer.from.accruingbenefits.

Patents-Title-
Title of the patentee is subject to no superior right of Government; grant is not,

~s in England, a matter ofgra~e.. or . favor so that conditions may- .be . annexed at

and this was recognized by plaintiff's ex
pert, the patentee .wes not entitled to
claim all structures which exercised the
desired function, but only those which he
himself invented, and a device which pro
duces the same result through transla
tion of force operates in a substantially
different manner than one in which force
is directly applied. This is not infringe
ment, Westinghouse v. Boyden Power
Brake Co., 170 U. S. 537, 568, especially
where the patent is not a generic .one
and the patentee is entitled to but a nar
row range of equivalents. See Directo
plate Corp. v, Donaldson Lith; Co., 51
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~e·of executive; laws .passed by .Congress alone may. be looked to for guidance
g'W extent of limitations of respective rights of inventor and public; Constitution
.,mcesnopublic ,policy which -requires holder of patent to cede use or benefit of
iDyention-to United'States.

Patent~Applicants-
No servant of United States has by statute been disqualified for applying -for and

receiving .paterrt for his: invention-save officers and employees of Patent Office during
period ''' for which-they hold their .appointments.
Patents-Title-Government employees~

Supreme Court has applied rules 'enforced as between private' employers and
servants to relation between Government and its officers and employees ; United
States isentitled, in same way and to same extent as private employer, to saop
rights,that. is, free and non-exclusive use of patent which results from efforts of
those employed in their working -hours and with material belonging to Government;
statutes, decisions and .admintstrattve practice negate existence of duty binding one
in service of Government different from obligation of one in private employment;
United States like any other employer, if it desires assignment of employee's rights,
must prove contractual obligation on part of employee to assign patents to Govern
ment; employees of Bureau of Standards who did not agree to exercise inventive
faculties in their work and who made invention not within its scope need not assign
patents to -Government.; written evidence of employment does not mention research,
much less Inventlonj never was word said to employees prior to discoveries concern
ing invention or patents Or duties or obligations respecting these matters; other
employees of Bureau of Standards and other departments had, while so employed,
received numerous patents and enjoyed exclusive rights against all pr'ivate persons
without let or hindrance from Govemmenta" no act of Cong-ress authorizes United
States to take patent or to hold one by assignment; no statutory authority exists
for transfer of patents to any department or officer of Government or for adminis
tration of patents or issuance of licenses on behalf of the United States; inventors
do not hold patents in trust for Government.
Patents......;.Title-Govemrnent empleyee-e- .' ,_

Act. of 1883 and as amended in 1928 provides 'patent without fee for Government
employee who in course of employ conceives invention; he should afford Government
free use thereof but should be protected in right to exclude all others; similar right
accrues to •. Government employee paying_fees for patent.

. Patents-Jurisdiction of eeurts-«
Until 1910 Court of Claims was Without jurisdiction to award compensation to

owner of patent for unauthorized use by United States or its agents; power extended
only to trial of claims based upon express or implied contracts for such use; in 1910
Congress enlarged jurisdiction to embrace former class of claims, but imposing re
-str-iction that it should not extend to owners of patents obtained by employees of
Government while in service.
Patent~Title-Government··employees-

Congress has refrained from imposing .upon. Government servants contract obliga
tion to assign to Government patent for invention. discovered or developed during
'period of Government service and incidental to line' of official duties, and court will
not assume such"contract obligations.
Patents-Radio Receiving Apparatus title-transfer refused-

. 145514;t, Lowell .& Dunmore, .Radio. Receiving Apparatus, title transfer refused.
1606212, Dunmore & Lowell, Power Amplifier, title transfer refused.
1635117,·Dunmore, S~gnal Receiving System, title transfer refused. -'.

On writs of certiorari to the United LAND with him on the brief) for peti•
. States Circuit Court of Appeals for tioner; JAMES H. HUGHES, JR. (E.
the Third Circuit. ENNALLS BERr., JORN B. BRADY and

THOMAS D. THACHER, Solicitor General WABO & GRAY with him on the brief)
(CHARLES B. RUGG, Assistant Attor- for respondent.
ney General, ALEXANDER HOLTZOFF, Mr. Justice RoBmsdeliveredthe
PAUL D. MILLER and H. BRIAN HOL- opinion of the Court.-Three suits were

I b
*Tberemaining portion of the syllabus was based upOn a paragraph -deleted from the oPinion

. Y order Of the ·court.· (See Note. p. 161.)"

I
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brought in ' the District Court for bela
-ware against the respondent as exclusive
licensee under 'three separate patents is
sued to Francis W. Dunmore and Perci
val D.' Lowell. The-bills recite that the

.Inventions were made while the patentees
were employed in' the radio laboratories
of the Bureau of Standards, and are
therefore.In equity, the property of the
United states. The prayers arefora
declaration .that the respondent is" a
trustee for the. Government,and,: as such,
nquired to assign to the United 'States
all its. right, title and interest in the pat
ents, for all accounting of all moneys re
ceivedas licensee,' and for .general relief.
The District, Court consolidated the cases
for ,trial, and ,.' after a hearing. dismissed
the bills.' The Court of Appeals for the
Third' Circuit affirmed the decree;'

The courts,below concurred in .flndinga
which are not challenged and, in sum
mary,are:

The Bureau of Standards is a subdi
vision of the' Department of Commerce.'
Its functions" consist in the 'custody of
standards ; the comparison of standards
used in scientific investigations, engineer
ing, manufacturing, commerce, and edu
cational institutions with those adopted
or recognized by the Government; the
construction of standards, their multi
ple or subdivisions; the testing and,' cali
bration of standard measuring appara
tus; the solution of problems which arise
in connection with standards; and the
physical. properties of materials; In 1915
the Bureau was also charged by Con
gress with the duty of investigation and
standardization of methods and instru
ments employed in radio communication,
for which special appropriations were
made! In recent years it has been. en;"
gaged in research and testingwork of
various kinds for the benefit of private
'industries, other departments of the Gov
ernment; and the general public."

The Bureau is composed of divisions,
each charged with a specified. field ofac
tivity, one of which is the electrical di
vision. These are further subdivided
into 'sections. One section .of theelec
trical division is the radio section. In
1921 and 1922 the employees in the lab
oratory of . this section numbered ap-

1.4.IIF.(2d) B06 .[II U. S. Pat'. Q. 181].
'59 F. (liId) 881 [18 U. S. Pat. Q. 887].
a See Ad of March 8. 1901, 81 Stat. 1,'409; Act

of Fehruary 14.. 11108, Sec. 4., 82 Stat. 826.
• Act of March 4., 1915, 88 Stat. ]044.; Act of

May 29.1920. 41 Stat. 684; Act of March 8, lIl2l,
.u Stat. 1808.

/I The fees charged cover meretr the cost, of the
service rendered•.&9 proVided in the Act of June
80, 1982, Sec. 812, 4.7 Stat.- no.

proximatelytwenty men. dclng: technical
work and some draftsmen and mechanics
The twenty were engaged in ~testing radi~
apparatus and methods and in 'radio re
search ,,:ork~Theywere .subdtvided into
ten groups,each group havihga chief.
The work of each group was defined in
'outlines by the chief or alternate chief
of the section.

Dunmore and Lowell were employed in
the radio' section and engaged in .re
search and testing in the laboratory. In
the outlinea of laboratory. work -the sub
ject of "airplane radio" was assigned to
the group of. which Dunmore was chief
and Lowell a 'member. The subject of
"radio receivin,g. sets"··was··assigned to
a group of which J. L; Preston was chief
but to which. neither . Lowell nor Dun~
more belonged.

In May,1921, the Air Corps of the
Anny.and the::sureau of Standards en
tered. into an. arrangement whereby the
latter undertook the prosecution .of fortv
four research projects for the benefit of
the Air Corps.. .To pay the cost of such
work, the 'Corps transferred and al
located to -the Bureau the sum of $267,
500. Projects: Nos. 37 to 42, inclusive,
relating to the use of radio in connection
with. aircraft,were assigned to the radio
section and $25,000 was allocated to pay
the cost of the work. Project No. 38
was styled "visual indicator for. radio
signals," and 'suggested the construction
of 'a modification of what was known as
an UEckhartrecorder/' Project No. 42
was stvled "airship 'bomb control and
marine torpedo control." Both were
problems 'of design. merely.

In the .summer of 1921' Dunmore, as
chief of the group .to which "airplane
radio" problems had been assigned, with;'
out further instructions from his supe
riors,picked out forhimself one of these
navy problems, that of operating a relay
for .remotecontrol of, bombs on airships
and topedoes in the sea, lias one of par
ticular interest and having perhaps a
rather easy solution, and worked on it."
In September he solved it,

In the midst of·aircraft"investigations
andnumerollsroutineproblems· of .the
section, .Dunmore was wrestling in his
own mind, impelled thereto solely by his
own scientific curiosity, with the subject
of substittuing ... house-lighting alternat
ing current fordirecthattery current in
radio apparatus; He obtained a relay
for operating a ··telegraph instrument
which was. in no .way. related to the re
mote control relay. devised for aircraft
use. The conception of the application
of alternating current concerned partie-
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alarlY broadcast' reception. 'This idea
-.as conceived by Dunmore August 3,
1921 ,and, he reduced the, invention, to
~ce December 16, 1921. Early in
1922 he advised his superior of his ,inven
tion and, spent additional time in, per
fecting the details. February' 27, 1922,
he filed an application for a patent.

In the fall of 1921 both Dunmore and
Lowell.v..-ere uonsiderfng the' problem .of
applyingaltetnatmg current, to broad
cast 'receiving sets. This project was
not involved in or suggested by theprob
lems.with 'which, the radio .sectton. was
then dealing, and was not assigned",by
any superior as .a task to be solved by
either of these employees. It was .inde..
pendent 'of their work and voluntarily
assumed.

While performing their regular tasks
they experimented at the laboratory ,in
devising apparatus fer operating a radio
receiving set-by alternating current with
the hum incident thereto eliminated; "I'he
invention was completed 'on December
10, 1921. Before its completion no in
structions were received from and no
conversations relative to the invention
were held by these employees with the
head of the radio section, or with any
superior.

They also conceived the idea of ener
gizing a dynamic type of loud speaker
from an alternating current, house-light
ing, circuit, and reduced the invention to
practice on January 25, 1922. March
21, 1922,they filed an application for a
"power amplifier." The' conception em
bodied in this patent was devised by the
patentees without, suggestion, instruc
tion,or assignment. from any . superior.

Dunmore and Lowell were permitted
by their chief,. after the discoveries had
been-brought to his attention, to pursue
their work in the laboratory and to per
fect the devices embodying their inven
tions. No one advised them prior to the
filing .of applications . for patents that
they would be expected to assign the
patents to the United States or to grant
the Government exclusive rights there-
under.· ... '

The respondenticoncedes that the
,'United States may practice the inven

tions without payment of royalty, but as-
. serts that all others are excluded, during
t~e life of the patents, from using them
WIthout the respondent's consent. The
petitioner insists that the circumstances
require a .declaratton either that the
Government has sole and exclusive prop
erty .in the inventions or that they have
been dedicated to the public so that any
one may use them.
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First..... By Article I,· Section 8, 'clause B
of the Constitution', Ccngress fs .given'
power to promote the progress of science
and the useful:arts by securing for lim
itedtimes t·o 'inventors the exclusive
rights toi.their respective discoveries.
R. S. 4886 as amended (U. S. Code, Title
35,§ 31}is the last of a series of stat..
utes which since 1793·have implemented
the constitutional provision.

ThOl.;g1;·,~often so .charaeterized a .pat
ent is not, accurately speaking,amo
nopoly, for it is not created by the ex
ecutive authority at the expense and to
the prejudice of all the community ex
cept th.egrantee of the patent... Seymour
v, Osborne, 11 WaH. 516, 533. The term
monopoly connotes the giving' of an ex..
elusive privilege for .buying, ..selling,
working or using a thing which. the pub
lie freely enjoyed prior to the grant,"
Thus a monopoly takes something from
the people. An inventor deprives the
public of nothing which it enj eyed-be
fore his discovery, but gives something
of value to the community by adding to
the sum of human knowledge. United
States v.Bell Telephone ce., 167 U. S.·
224, 239; Paper Bag Patent Case, 210
U. S. 405,424; Brooks v. Jenkins, 3
McLean 432,437; Parker v. Haworth, 4
McLean 370; 372j Allen v. HuntervB
McLean 303, 305-306; Attorney General
v.Rumford Chemical Works, 2 Bann. &
Ard.298, 302. He may keep. his.Inven
tion secret and reap its fruits indef..
initely. In consideration of .its-disclo
sure and the consequent benefit to the
community, the patent is granted... An
exclusive enjoyment is guaranteed him
for seventeen years, but. upon the expira
tion of that period, the knowledge of the
invention enures to the people, who are
thus enabled without restriction to prac
tice it and profit by its use. Kendallv.
Winsor, 21 How. 322, 327; United States
v. Bell Telephone Co., supra, p. 239. To
this end the law requires such. disclosure
to be made In the application for patent
that others skilled in theart may under
stand the invention and how to put it to
use.'

A patent is property and title to it can
pass only 'by assignment. If not yet is
sued an agreement to assign when Is
sued, if valid as a contract, will .be
specifically .enforced. The respective
rights and obligations of employer and
employee, touching an invention con
ceived by the latter, spring from the con
tract of employment.

Ii Webster's . New International Dictionary:
"Monopoly."

, u. S. Code. Tlt.IlS, § 18.
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of the s?';'caJled shopzight;Wllicl!)hortly ,
_.!!i~e~;'-,s that-wherea ~~r'y~n~ldUting
h~~_!tours of .employment, worKI!1g with
nIS, master's ·tpaterlals and appliances
conceives .a:n'd, perfects an invention-.fa;
which-:heobfains a patent,he must ac
cord his maste~'ailon-exclusiveright to

. practice -the .. invention. McClurgv.
Kingsland, 1 How. 202; Solomons v,
United States, 137 U. S. 342; Lane &
Bodley Co. v. Locke, 150 U. S. 193. This
is' an application of equitable principles.
S~ce the servant uses his master's_:tiJ;o.~,
:(acilities and materials to attain a con,
~ret~ result, the latter, is ineSluitj-en
tH:led to use thatwhich embodies his own
prop'erty end-to duplicate' it 'as often-as
he' may find occasion to employ similar
appliances in' his business. But.the em
ployer in such a case has no equity to
demand, a convey-anceof the invention,
which is. the original conception of the
employee. alone, in which. theernployer
had no part. .This remains the property
of him who conceived it, together' with
the right conferred by the patent, to ex
clude all others than. the .' employer. from
the' accruing benefits. These principles
are settled as respects private emplox:
ment, --

Second. Does the .character of the
service call for different rules as to the
relative rights of the United States and
itsemplriyees?

T.he title of a patentee is subject to no
auperiorvright; of. the.' Government. The
grant of letters patent is not, as in Eng
land, a matter of grace or favor, so that
conditions may be annexed at the pleas
ureof the executive. 'To the laws passed
by the Congress, and to themalone, may
we look. for guidance as to the extent
and the limitations of the respective
rights of the inventor' and the public.
Attorney General v.RumfordChemical
Warks, supra, at pp.303-4. And this
court has held that the Constitution
evinces nopublicpolicy_whieh .requtres
the holder ofa patent to cede the use or
benefit of the invention to the United
States, even though the discovery con
cerns matters which can properly be
used onlyby the Government j as, for ex
ample,munitions of war. James v,
Campbell, 104 U. S. 356, 358. Hollister.
v. Benedict Mfg. Co., 113 U. S. 59, 67.

No servant of the United States has
by .statute been disqualified. from apply
ing for and receiving a patent for his
invention, save officers and employees of
the Patent Office during the' period for
which they hold their appointments."

• R. S. 480; U.S. Code; Tit.a'ts, § 4.

Orieemployed. to .make-en invention,
who succeeds, during his term of .servlee,
in accomplishing that task, is hound to
'assign to his employer any patent ob
tained.The reason is that he hasonly
produced that which he was employed to
invent; .. His invention is the precise sub
jeetof the contract of employment. A
term of the. agreement necessarily is that
what he is paid to produce belongs to his
paymaster. Standard Parts Company
v. Peck, 264 U. S. 52. On the other
hand, ,,'jf .the employment "be" general,
albeit it covers' a field of labor and effort
in .-the·· performance of 'which,' thevern
ployeeconceived the invention for which
he obtained .apatent, the contract' tsnot...
so-broedlv construed as, to .require 'an
assignment or the patent. Hapgood. v.
Hewitt, 119 U. S. 226; Dalzell v, Dueber
Watch Case Mfl!:. ce., 149 U. S. 315. In
the .latter :case it was' said:

"But a manufacturing '. corporation,
which has 'employed' a skilled workman,'
fora stated compensation, to take charge
of its works, and to devote his time and
services to devising and making improve
menta-in .articles there manufactured, is
not 'entitled to a conveyance. of patents
obtained .for 'inventions made .by him
while so' employed, in the absence of ex
press. agreement to that effect."

The reluctance of courts to imply or
infer .an . agreement by the employee to
assign' his patent is due to a recognition
ofthepectiliar nature' of the act Of in
vention, which consists neither in find
in,g'out the laws of nature,norin fruit
fulresearch as to the operation. of nat
ural laws, but in discovering- how those
laws may be utilized or applied for some
beneficial purpose, by a proeessva device
ora machine. It is the result of an.fn
ventive act,the birth of an idea and its
reduction to practice; the product of
original thought; a concept demonstrated
to be true by practical application or em
bodiment .in tangible form. Clark
Tread Co. v. Willimantic Linen Co., 140
U. S. 481, 489; Symington Co. v. National
Castings ce., 250. U. S. 888. 886; Pvrene

...Mfg. Co. v. Boyce, 292 Fed. 480, 481.
Though the mental concept is embodied

or realized in a mechanism or aphysical
or -ehemical aggregate, the .embodiment
is not the invention and is not the sub
ject of a patent. This distinction be
tween the idea and its application in
practice is the basis of the rule that em
ploymentrnerely to design or to con
struct 'or to devise methods of manufac
ture is not the same as employment to
invent... lt~cogni~ionof the na~re.of tJ:le
act of inventfori .also defines the liriiits
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This being so, this court has applied the
rules enforced as between private em
ployers and their servants to the rela
tion between the Government and its
officers~andemployees;

United, Statesv.Burns, '12 Wall. 246,
was a suit in the Court of Claims by an
arn1Y officer as assignee-of a patent,ob-'
tained by another such officer for a milt
tary tent, to recover royalty under a con
tract made by the, Secretary of War for
theuse of the tents. The court .said, in
affirming a judgment for the plaintiif:

"If an' officer in the .militaryserv.',,:e,
.'not 'specially employed" to make, experi
ments with a view to suggest improve
ments, devises a new and valuable im
provement in ,arms, tents, or ,any other
kind of war material, he is entitled to
the benefit of it, and to letters-patent for
the improvement from the United States,
equally with any other citizen not en
gaged in such service; and the govern
ment cannot,' after the patent is issued,
make use of the improvement any more
than a private individual, without license
of, the inventor or making .eompensatlon
to him."

In United States v. Palmer, 128 U. S.
262, Palmer, a ,lieutenant in the army,
patented certain improvements in infan
try accoutrements. An .,army board .rec
ommended their use and the Secretary of
War confirmed ,the recommendation. 'I'he.
United States manufactured and pur
chased a large number of the articles.
Palmer" brought, suit in the Court of
Claim-sfor a sum alleged to be a fair
and reasonable royalty. From a judg
ment for, the plaintiff the United States
appealed. This court, in affirming, said:

"It was at one time somewhat doubted
-whether the government might not be en
titled to the use ,and benefit of every
patented invention, by' analogy to the
English law which reserves this right to
the crown. But that notion no longer
exists. It was -fgnored in the case of
Burns."

These 'principles ,werereco~ized' in
later cases involving, the relative rights
of the Government and its employees in"
instances where the subject-matter of
the patent was useful to the publlc gen
erally. While these did not involve a
claim to an assignment of the patent,
the court reiterated the views earlier
announced.

In Solomons v. United States, 137 U.
S. 342, 346, it was said:

"The government has no more power
~appropriate a man's property invested
m a patent than it has to take his prop
erty invested in real estate ; nor does the
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mere fact that an tnventorte at the time
of his invention in the employ of the
government .transfer to it any title to,
or interest -in it. An employe, perform
ing 'all the duties assigned to him inhis
department of service, may exercise his
inventive faculties· in any direction- .he
chooses, with the assurance- that what
ever invention he may thus conceive and
perfect is his individual property. There
is no difference. between the government
and any other employer in this respect,"

And in Gill v, United States, 160 U.
S.426,435:

"There is no doubt whatever of the
proposition .laid down in golomons case,
that the mere, faetthat a person is in
the employ of the government does not
preclude him from making improvements
in the .machines with which he is eon
neeted, and obtaining patents therefor,
as his individual property, and that in
such case the government would have no
more. right to seize upon and approprf
ate such property, than any other prop
rietorwould have. * '" "'''

The distinction between an employ
ment to make an invention and a general
employment" in the course of which the
servant conceives an invention has been
recognized by tha executlve department
of the Government. A lieutenant in the
navy patented an anchor while he was
on duty in the Bureau of 'Equipment and
Recruiting, which was charged with the
duty of furnishing anchors for the navy;
he was not while attached to the bureau
specially employed to make experiments
with a view to suggesting improvements
to anchors or assigned the duty of mak
ing or improving. The Attorney General
advised that as the invention did not
relate to a matter as to which the Iieu
tenant was specially directed to expert
ment with a view to suggesting .. improve
mentshe was entitled to compensation
from the Government for the use of his
invention in addition to his' salary or pay
as a navy officer.'

A similar ruling was made with re
spect to an ensign who obtained a patent
for improvements in "B. L. R. ordnance"
and who offered to sell the improvements,
or. the right to use them, to the Govern
ment. It was held that the navy might
properly make a contract with him to
this end,"

-19 Opinions. Attomey..Qeneral, 407.
10 to Opinions Attomey-General, 829. And

compare Rl;Port Judge Advocate Genera! ... ot the
Navy,· 1901, p. 6; DJgest, Opinions Judge. Advo
cate General ot the Army, 1911-1980, p. S87; Opin
ions, Judge Advocate General ottbe Army, 1918.
Vol. I, pp.. 529, '88, 1066.
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The United States is entitled,inthe
same way-and to the same extent as a
private employer, to shop-rights, that is,
the free .and non-exclusive use~ of .a pat
entwhich results from efforts of its em
ployee in his working hours and with
material .belonging -to the. Government.
Solomons tv. United' States, supra, "pp.
346-7; McAleer v, United States, 150 U.
S .:424; Gill v. United' States, supra.

The statutes, decisions . andvadminis
trative.practice .negate the .existence of
a duty. binding one: in the ... service offhe
Government different from the obligation
of one in private employment.

Third. When the United States filed
its bills it recognized the law as hereto
fo~e declared; realized that it must like
any other employer,if it, desired an as';'
signment Qf. .the respondent's', rights,
prove a .contraetual obligation on the
part of Lowell. and Dunmore to. assign
the patents to the Government. The
averments clearly disclose this.. "I'he bill
in No. 316 'is typical. After .: reciting
that the :employees were laboratory ap
prentice and associate physicist and .Ieb
oratory assistant and associate. physicist
respectively and that one of their duties
was "to carryon investigation. research
and. experimentation in such problems
relating to radio and wireless as' might
be assigned to them by their superiors,"
it is charged "in' the course.of his em';'
ployment as aforesaid, there was as~

signed to said Lowell by his superiors in
said radio section, for investigation and
research, the problem of developing a
radio receiving set capable of .operation
by alternating current. * * ."

Thus the Government understood that
respondent could be deprived of 'rights
under the patents only by proof that
Dunmore and Lowell were employed to
devise . the inventions, "The findings .' of
the courts below show how far' the proofs
fell short of sustaining. these averments.

The Government is consequently driven
to the contention that. though the em
ployeeswere not specifically assigned the
task of making the inventions (as in
Standard Parts Co. v.Peck, supra) still,
as the discoveries were "within the gen
eral field of their research and inventive
work" the United States is entttled.tc an
assignment of the patents. The courts
below expressly found that Dunmore and
Lowell, .did not agree to exercise. their
inventive faculties in their work and that
invention was not within its scope. In
this connection it is to be remembered
that .the written evidence of .their' em
ployment does not mention'.•research,
much less invention; that never .. was

there awordi:laidtcl'eitherofthem
prior' to their·. discoveries, .. concerning in~
ventionor patents or their duties or ob,
Ilgatlons vrespectlng these .. matters j . that
as shown by tneceeords of the patent
office, employees of. 'the. Bureau of .Stand
ards and .other . departments had. while
so .employed received .numerous 'patents
and enjoyed the exclusive rights obtained
as against all private persons without
let or hindrance .from .the Govemmem,»

U·N0 ' exbaustive'examination or'the official reo
ordShas been attempted. It is sufficient, how
ever.tor present purposes, .to call attention to the
following instances.

Dr. Frederick A. Koister was employed in the
radio section, Bureau' of Standards. from Decem.
ber, 1912, until about March I, 1921. He applied
for the following patents: No. 1,609;866, for
radio apparatus,' application dated. November 26,
1920. .No. 1.4017,16.5,: for radio method and ap
peretue.. 'application':' dated January 80, 191'.
No. 1.811.6.54, forradJo method and apparatus,
application dated March 2.5,11116. '. No; 1,894,650,
for apparatus forti"ansmlttingr8diant energy,
applJcatioD dated ,November '4. li16•.' The Patent
Office records sbowasslgnment9 of these patents
to Federal . Telegraph, Company, San FrancJsco,
CaJ., or which Dr. KoIster is now president. He
testified that these -are .all .subject to a non
exclusive license in the United States to use and
practice the same.

Burten McCollum weaian employee of the
Bureau ·of Standards between 1011 and 1924. On
the detes. mentioned. he flied the following ap.
plications tor. patents, which were Issued to him.
No. 1.03.5,87B,aIternatlnr current Induction mo
tor. March 11, 1912.. No.'l,1lS5.86olo, induction mo
tor, February 215, 19l!5. No. 1,226,091, alternating
current Induction motor, August 2, 19115. No.
1.724;49.5, method and' apparatus for determining
the slope or subsurface rock boundaries. October
24, 1928. No. 1.724.720, method and apparatus
tor studying' subsurface contours; October 12,
192~. The last two inventions were assigned to
McColIum Geological ExploratioDs, Inc., a Dele
ware corporation.

Herbert B. BrookS, whUe an employee ot the
Bureau between rats and 19aO,.flled November I,
19lD. an applicatlonoDwhich patent No. 1,3,$7.~

197, for an .electrlc -trenerormer, was Issued.
William'W. Coblentz, an employee of the

Bureau of Standards rrom 1918, and still such at
the date ot· the' trial, on. the dates mentioned.
flied' appUcatiolls on which patents issued as tol·
lows: No. 1,418.862,forelectrfcal resistance,
September 22. 1920. '., No. 1,4..58,16.5, .sratem of
elecrrtcet control, September 22, 1920. No. 1.4.~0.

061, optical method for producing pulsating elec
tric current, August 6,1920. No. 1,.568,.5.57, opti.
cal means. tor rectifying alternating currents.
September 18,'1928•. The Patent Office records
show that all of .... these' stand in the name or
Coblentz•. but '.are subject to a .ltcense to the
Ijntted gtates or America.

August Hund, who was au employee of the,
Bureau rrom 1922 to 1927, on the dates mea
tioned filed applications on.' which letters patent
issued. No. 1,649.828, method ot preparing Piezo
electric plates. September 30, 1925. No. 1,688,718,
pteeo-etectrtc-crretet oscttletor system. May 10,
1927. No. 1.688,714, Piezo-e1ectric-crysl:a1 appa
ratus, MayU, 1927. No. 1,648.689, condenser
transmitter, April !D, 1928. All of these patents
are shown of record to have been assigned to
Wired Radio lnc•• a Corporation.

PaulR. Heyl and Lrmen J • BrJns. while em
ploYeeB of the Bureau, ,filed an application Jen
uary 11, 1922, for patent .No. l,680,7ti1, on in
.ductorcomp~, and assigned tbe. same to the
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1Jl no proper .sense may it be said that
tbecontract of emJ;lloyment contemplated
invention; everythmg that Dunmore and
LoWell knew negatived the theory that
they were employed to invent; .they knew,
on the contrary,that the past ,and then
present practice was' that the employees
of the Bureau were alowed to take. pat
ents on their inventions and have the
benenfits -thereby conferred save as to
use by the United States. The circum
stances preclude the implication of any
agreement to assign their inventions or
patents.

*Moreovernocourtcould, however
clear the proof of such a contract, order
the execution of' an .assignment. No Act
of Congress has been called to ouratten
tion authorizing the United gtates to
take a patentor to 'hold' one' by assign
ment. No statutory authority exists for
the transfer of a patent to any depart
ment or officer of the Government; or for
the administration of patents, or the . is
suance of licenses on behalf of the United
States. In these eircumstancea no public
policy requires usto deprive the inven
tor of his exclusive rights as respects
the general public and to lodge them in
a dead hand incapable of turning the
patent to account for the benefit of the
public.

The record affords even 'less ··basis for
inferring a contract on the part. of the
inventors to refrain. from patenting their
discoveries than for finding an agree
ment to assign them.

The bills aver that the inventions and
patents are held in trust for the United
States, and that the. court should so de
clare. It is claimed. that as the work of
the Bureau, including all that Dunmore
and Lowell did, was in ,the public inter
est, these public servants had dedicated
the .offspring of their. brains to the pub
he, and so held their patents intrust for

Aeronautical Instrument Company of PittSburgh,
Pennsylvania.

C. 'V. Borrows was an employee of the Bureau
Df Standards between 1912 and 1919. While such
emptovee he filed applications on the dates men
tioned for patents which were issued,No. 1,822,
405, October 4. 1917, method and apparatus for
testing magnetizable objects by magnetic leakage;
assigned to Magnetic Analysis Corporation, Long
Island City, N. Y. No. 1.829,578, relay, March
IS, 1918; exclusive license issued to make. use
and sell for the, field or .renwev signaling and
train contrclc tc Union Switch & Signs! Company.
SWissvale. Pa. No. 1,4.5tl,D70, method of and RP
Paratus for testIng magnetizable objects, July U,
1917; assigned to Magnetic Analysis Corporation,
Long Island City.N. Y.

John A. Willoughby, an employee of the
Bureau of Standards between 1918 and 1922,
While so employed, on June 26. 191tl, applied for

l
and was granted a patent, No. 1,.555,845, tor a
oop antenna,".

"'This paragraph was deleted rrcm the opinion
by order of May 8, 1988.

the -eornmcn weal, represeIltedhere in: a
corporate capacity by-the United :States.
The patentees, we are told, should .sur
render the patents for cancellation, and
the respondent must also give up its
rights under. the patents.

The trust cannot be express. . Every
faet in the ease negatives the existence
of one. Nor can it arise ex maleficio.
The employees'conduct was not -fraudu
lerrt dn any respect. They promptly dis
closed their inventions. Their superiors
encour.aged them to proceed in perfect
ingand applying the discoveries. Their
note" •books and· reports disclosed the
work they were doing, and there is not
asyna~le to vsuggest their use of time
or material was clandestine or improper.
No word was spoken regarding. any
claim .of .title by the' Government.·untiJ
after applications for patents were filed.
And, as we have seen, no such trust has
been spelled out of the relation of master
and servant,even inthe cases where the
employee has perfeeted his invention by
the use of his employer's time and mate
rials; The cases recognizing the doc
trine of shop rights maybe said to fix a
trust upon the employee in favor of his
master as respects the use of the Inven
tion by the latter, but they do not affeci
the title to the patent and the exclusive
rights conferred by it against the public;

The Government's position .in .reality
is, and must be, that a public 'policy, to
be declared by a court, forbids one - em
ployed by the United States, for scientific
research, to obtain a patent for what he
invents, though neither the Constitution
nor any aatute so declares;

Where shall the courts set the limit of
the doctrine? For .confessedly, it must
be limited. The field of research is as
broad as that of science itself. If the
petitioner is entitled to a. cancellation of
the patents in this case, would it be so
entitled, if the employees had done their
work at home, In their own time.: and
with their own appliances and materials?
What is to be said of an invention
evolved as the result of the solution ofa
problem in a realm apart from that to
which the employee is assigned by his
official superiors? We have seen that
the Bureau has numerous divisions. It
is entirely possible that an employee in
one division may make an invention fall
ing within the work of some other di
vision. Indeed this case presents that
exact situation, for the inventions in
question had to. do with radio reception,
a matter assigned toa group of which
Dunmore and Lowell were not members.
Did the mere . fact. of their employment
by the..Bureaurequirethese amployeea
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tu cede to' the public •every' device they
might conceive?

Is the doctrine to be applied only
-where the employment is in a. bureau de
voted, to scientific' investigation pro' b01W

fJli.blico? Unless it is to be so circum
scribed the statements of this ,court in :
Burns v, United States, 8upra, Solomons
v..United States, BUP'1'tl, and.. Gill v.
United States, supra, must beheld for
naught.

Again"what are to be defined asbu
reaus devoted entirely to scientific 're
search? It is common knowledge. that
many iri fhe Department of·.Agriculture
conduct researches and .investigations,
that divisions of the War and Navy De

. partments do the like, and doubtless
there are many .other bureaus . and 'sec
tions in various departments. of govern
ment where employees are' set the' task
of solving problems all of which involve
more or less of science. -Shall, the field
of the scientist be distinguished from the
art of as killed .mechanic? Is it con
ceivable 'that one working on a formula
fora drug or an antiseptic, in the De
partment of Agriculture stands in adif
ferent class from a machinist in an ar
senal? Is the distinction· to be that
where the government department is, so
to speak, a business department operat
ing a.· business activity of the govern
ment, the employee has the same rights
as one in .private employment, whereas
if his work be for a bureau' interested
more particularly in what may be termed
scientific research he is upon notice that
whatever he invents in the field of activ
ity of the'. bureau, broadlydefined,be
Iongs to the public and is unpatentable?
Illustrations of the difficulties which
would attend __ an 'attempt to define the
policy for which the Government con
fends might be multiplied indefinitely.

The courts ought not to declare any
such policy; its formulation belongs
solely to the Congress. Will permission
to an employee to enjoy patent rights' as
against all others' than the Government
tend to the improvement of the public
service by attracting a higher' class of
employees? Is there in fact greater
benefit to the people . in a dedication to
the"publicof inventions conceived by
officers of government, than in their ex
ploitation under patents .by private in
dustry ? Should, certain classes of in
vention be treated in one way and other
classes differently '1 'I'hesa are not legal
questions, which. courts are competent to
answer. They are 'practical .questions,
and the decision as to what will accom
plish the greatest good for' the inventor,
the Government and the public rests with

the·.Congres~.'We,.sh?uld not read into
the .: patent laws Iimitations. and con
ditions which the legislature has not ex
pressed.

Fourth. Moreover, wear~. of opinion
Congress' has approved a' policy-at van
.anee with the .petitioner's contentions.
This is .demonstrated by examination of
two statutesv with their legislative his
tory, and the hearings and debates re
specting proposed.legislation which failed
cf paesage.

Since 1883 'there' has -been in force -an
act:ll,) which provides:

"The Secretary of the Interior [now
the Secretary. of .Commerce, act of Feb
ruary 14, 1903, c. 552, Sec. 12, 32 Stat.
830] and the Commissioner of Patents
are authorized to grant any' officer of the
govemmelitjexcept officers and efn
ployees of the Patent Office, a patent for
any invention of the classes mentioned
in section forty-eight hundred and eighty
six of the RevisedStatntes, when such
invention is used or to be used in the
publicservice, ..without the payment of
any fee: Provided. That the applicant
in his application shall state that the in
vention, described. therein, if patented,
may be used by the . government or any
of .its officers or employees in the prose
cution of work for the government, or by
any other person in the United States,
without the ,payment· to him of any roy
alty thereon, which stipulation shall be
included in 'the patent."

This law was evidently intended to en
courage government employees to obtain
patents, .-by relieving them of the pay
ment of the usual 'fees. The condition
upon which the privilege was accorded
is stated as' the grant of free use by the
government, "its .officers or employees in
the prosecution of work for the govern..;
ment,or by any other' person in the
United States." For some' time' the ef
fect of the italicized phrase was a mat
terofdoubt.

In 1910 the Judge Advocate General of
the Army rendered an opinion . to the
effect that one taking a patent pursuant
to the act threw his invention "open to
public and prlvatcruse in the United
States." 13. It was later realized that this
view made such a patent a contradiction
in terms, for it secured no exclusive right
to anyone. In 1918 the Judge Advocate
General. gave a well-reasoned opinion 1.1

holding that ifthe statute were construed
to involve a dedication to the public,the
so-called .patent would at most amount to

~ Act of Marchi. 1888; c. 148, !i Stat. 8i!l.
USee Squierv. American T. & T.ea., 21 F.

(2d) 747, 748.
u November ,aO,1918;OplnJoDS of Judge Ad

vocate Generat. ID18, Vol.2,p. 1011.
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• publication'orpriorreferenc~.Hecon
eliided that the intent of the act was
that the free use of the invention ex
tended only to the, Government or those
doing work for it. A similar construction
was adopted, in an opinion of the Attor
ney General." Several federal courts re
ferred to the statute ,and in dicta indi
cateddisagreement with the views ex
pressed in these later opintone,"

The departments of government" were
anxious to have the situation cleared and
repeatedlyrequeBted . that the act .be
amended. Pursuant to the recommenda
tionsof the War Department an amend
ment was enacted April 80, 1928.11 The
proviso' was, changed to read:

"Provided, That the applicant in his ap
plication shall state that the invention
described, therein, if patented, '.' may be
manufactured or, used, by or .for theGov
ernment for governmental purposes with
out the payment' to him, of any royalty
thereon, which stipulation shall be in
cluded in the patent."

The legislative history of the amend
ment clearly discloses the purpose to save
to the employee his right to exclude the
public." In' the report, of the Senate
Committee on Patents submitted .with the
amendment, the object of the:-bill 'was
said to be the protection of the interests
of the Government, primarily by secur
ing patents on, inventions made by offi
cers and employees, presently.useful in
the 'interest of the national defense or
those which may prove useful in the in
terest of national defense in the future;
and secondarily, to encourage the patent":
ing of inventions by officers and em
ployees of the Government with the view
to further protection of the Government
against suits for infringement' of" pat
ents. The Committee stated that the bill
had the approval of the Commissioner of
Patents" and was introduced at the're
quest of the Secretary of War. Ap
pended to tile report is a copy of a 'letter
of the Secretary of War addressed to.the
committees of, both Houses stating that
~h~'languag~:of the legislation then ex
l~mg was susceptible of two interpreta
'tiona contrary to each other. The letter

1~ 32 Opinions Attorney General. 145.

18 See Squier v. American Tel. & Tel.' Co.,' 7 F'
(2d) 881, 21 F. (2d) 747: Hazeltine Corporation
v. Electric Service EngIneering Corp .. 18 F. (2d)
662; Hazeltine Coropration v, A. W. Grebe &
Co.. 21 F. (2d) 648; Selden Co. v. National Ani.
line & Chemical Co•• 48 F. (2d) 270.

1145 Stat. 467, 468.
11 Report No. 871" 70th Cong., 1st Sess., House

,of Representatives, to accOIQpany H. R. 6108; Re
port No. 765, 70th Cong., tst Sess., Senate, to ac
company H. R. 6108; Cong. aee., House Of Rep.
resentatlves, March 19, 1928, 70th Cong., 1st Seee.,
p. !J01l: Cong. Rec., Senate, April 24, 1928, 70lli
Cong., 1st Sess., p. 7066.
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quoted the proviso oithe section as it
then stood, and continued: , '" ..

"It-fa clear thet a .literal construction
of this proviso would work a dedication
to the public of every patent taken, out
under the', act. If the,proviso 'must be
construed literally we would 'have a situ
ation Wherein all the patents taken out
under the act would be nullified by the
very terms of the act under. 'which they
were grantedy for the reason that a pat
entwhich does not carry with it the lim
ited, monopoly referred to in the' Consti..
tution is in reality not a patent at all.
The only value that a patent has is the
right that it extends to the patentee to
exclude all others: from making, using,
or selling the invention" for, a. certain
period of years. A patent that, is 'dedi
cated .to the,public, is virtually the same
as a patent- that has expired'."

After referring to the, interpretation
of the Judge Advocate General and the
Attorney General and mentioning that
no satisfactory adjudication of the ques
tion has been, afforded by' the courts, the
letter went on to' statet

"Because of the ambiguity referred to
and -the unsettled condition that has
arisen therefrom, it has become the policY.
of the War Department to advise all its
personnel who desire to file applications
for letters patent, to do so under the gen
eral law and pay the required patent
office fee in each case."

And added:
"If the proposed legislation is 'enacted

into law, Government officers and em
ployees may unhesi'tatingly vavail cthem
selves of the benefits of .the. act with full
assurance that in so doing their patent
is not dedicated to the public by operation
of law. The' War Department has been
favoring legislation along the 'lines of
the proposed, bill for .the 'past five or six
years.."

When the bill came tip for passage in
the 'House a colloquy occurred which
clearly disclosed the purpose of the
amendment," The intent was that a gov-

2V Cong. Rec.,70th Cong., 1st sess., Vol. 69,
Part 5, p, 5018:

"Mr. LaGuardia. Mr. Speaker, reserving the
right to object, is not the proviso too broadl
Suppose' an employee of the Government invents
some improvement which is very valuable, is be
compelled to give the Government free use of it?

·'Mr. Vestal [who reported the bill for the Com
mittee and was in charge of it].. If be is em
ployed by the Government and the invention is
made while worklng in his capacity as an agent
of the Government. If the, head of the bureau
certifies this invention will be used by the Gov
ernment, then the Government, of course, gets It
without the payment of any royalty.

"Mr. LaGuardia. The sameus a factory ,rule?
"Mr. Vestal. Yes: but the man who takes out

the patent has his' commercial rights outside.
"Mr. LaGuardia. OUtside of the GovernmenU
"Mr. Vestal. Yes.
·'Mr. LaGuardia. But the custom Is, 'and'w1th-
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ernmentemployeewho in the course OI
his-employment conceives an', invention
should afford, the, government free -use
thereof, but ,should be protected in his
right to 'exclude all others. If Dunmore
and Lowell, who tendered the Govern
ment, a non-exclusive' license without, roy
alty, and always understoodthat the Gov
ernment ,might use their inv~ntions

freely, had proceeded under the act of
1883;theywDuld have retained their
rights as against all but the United
States. This is clear from the exeeu
tiveinterpretation of "the act.", But fot
greater security they pursued the very
course then ,., advised by the' law' officers, of
the Government. It would be surprising
if they' thus lost' all rights as patentees;
especially so, since Congress has now con
firmed the soundness of the views held
by the law officers of the Government.

Until the year 1910 the' Court of
Claims was without jurisdiction to
award compensation to the owner of a
patent . for unauthor-ized 'use by the
United States or its agents. Ita-power
extended only to the trial of claims based
upon an express or. implied contract for
such use." In that year Congress en
largedthe jurisdiction to embrace the
former classofclaims.21 In givingconw

out this bill, the Government has tbe·right .to tbe
use of the improvement without payment If it is
Invented in Government time and in Government
work.

·'Mr. Vestal. That is correct; arid then on top
of that, may I say that a number of instances
have occurred where an employee of the Govern
ment, instead of taking out a patent. had Some
one else take out the patent and the Government
has been involved in a number of suits. There
is now $600,000,000 worth of such claims in the
Court of Claims."

ltwi1lbe noted from the last statement of the
gentleman. in charge of the bm that Congress was
concerned with questions of policy in the adop
tion of the amendment. These. as stated above,
are .questions of business policy and business
judgment-what is to the best advantage of the
Government and the public. They are not ques
tions as to which the courts. ought to invade the
province of the Congress.

110 See Belknap v. Schild. 161tJ. S.lO, 16; Eager
v.United States, 85 C. Cls.S56.

%lAct of June 25,1910, 86 Stat. 851: (See
Crozier v.Krupp, 224 U. S.290.)

"That whenever an invention described .In and
covered by a patent of the United States shan
hereafter be used by the Untted: States without
license of he owner thereof or lawful to use the
same, such owner may recover reasonable com
pensation for sucn use by suit in the Court of
Claims: Provided, however, That said Court .or
Claims shall not entertain a suit or reward com
pensetton under the provisions of this Act where
the claim for compensation is based on the use
by 'the United. States of any article heretofore
owned, leased. used bY,or In the possession of
the United $l;ates: Provided further, That in
any such suit the United States may avail itself
of any and all defenses. general or. special, whtch
might be pleaded by a defendant in an action

"for Infringement, as set forth In Title Sixty-of
"the .Revised Statutes, or other'wfse: ,And pro-

sent.. to be .sued, .• the reeta'icttcnwas jm
posed that it should not extend to owners"
of-patents' obtained by employees of. the
Government while in, the service.. ···From
this it is inferred .·that Congress.·recog~
nized no right in such patentees to ex
clude:the public from practicing the in
vention. But an examination of the
legislative record . completely refutes the
contention. . .. "

The HouseCommittee in reporting the
bill, after referring to the law as laid
down. in "the Solomons case,said: "The
United States in such-a case haa.an-im,
plied license' to use rthe patent without
compensation,for, the reason that the
inventor used the time or the money or
the material of the United States In per
fecting. his invention. The use by the
United States of eueh a patented fnven
tionwithout -"any ... authority- from .the
owner thereof is a lawful use under ex
isting "Iaw, . and ,we have inserted the
words 'or lawful right to use the same'
in order to 'make it plain that we do not
intend to make any change in existing
law in this respect, and do not intend to
give the owner of such-a patent any
claim against the United States for its

.:o,se.,,:n From this it fa clear that 'Con
gress had nopurpose todeclare a policy
at variance with the decisions of this
court.

The executive departmenta have advo
.catedlegislation regulating the taking of
patents by government employees and

"the administration. by government
agencies of the patents so obtained. In
1919 and 1920 a bill sponsored bythe In
terior Department was introduced. It
provided ·for·.·. the _voluntary assignment
or license by- any government employee,
to the Federal Trade Commission, of a
patent applied for by him, and the licens
ingo! manufacturers by theCommis
sion, the Hcense fees to 'be paid into the
Treasury and such 'part of them as the
President might deem equitable to __ he
turned over-to . the patentee." In the
hearings and reports .,upon. this measure

v'idedfuTther,Thatthe benents of this Act shall
not inure to any patentee. who, when he makes
such claim Is in the employment or service of
the Government of the United States; or the M
signee of any such patentee: nor shall this Act
apply to any device discovered or invented by
such employee during. the time of his employ-
ment or service." .

'rhe:Act wee- amended in reeencts immaterial
to tbepresent question, July I, 1918. 40 Stat, 70S.
see WiUiam Cramp & Sons Co. v. Curtis Turbine
ce., 246 U. S. 28; Rlehmond Screw Anchor Co.
v, Untted States, 275 U. S. 881,848. As amended
it appears -tn U. S. C.. Tit. 8.5, § 68.

D House Report 1288, 61st Cong., 2d Sese.
Sf S. .52G.5. 85th .Cong., 3d Sese.; S. 82211. (16th

Cong., 2d Sess. :H. R. 9982, 6l1tb Cong.. 2d Seas.;
H: R.nD8•• IIMh Cong., .sdSess.
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streSS was laid not .only-upon the fact
that action -by ,an. employee thereunder
would be voluntary, but that _the Inven
tor would ba-protected at leasttos~me
extent in hIS prfvate rtght of exclusion.
It was recognised that- the Government
couldnotcompel:.an assignment, was In
ca,pableof taking such assignment_or
administering the patent, and that it had
shop rights in a patent perfected by the
use of government _material and in gov
ernment working time. Nothing contained
in the bill, itself or in' the hearings or
reports - indicates any _intent to change
the existing and well understood rights
of government employees who obtain pat.
entsfor their inventions made while -In
the service. The _measure -failed of pas·
sage.

In 1923 the President sent to the Con
gress the report of an. interdepartmental
patents board created by 'executive order
to study the question 'of patents within
the government service and to recommend
regulations establishing a policy to be
followed in respect thereof.' The report
adverted to the fact that in the absence
of a' contract providing otherwise a' pat
ent taken out by a government employee,
and any invention developed by one in
the public, service, is the sole property of
the inventor. The committee recom
mended strongly aganist public dedica
tion tof such an invention, saying that
this in effect voids' a patent, and, if this
were not so, "there is Tittle incentive
for anyone to take up a patent, and spend
time,effort, and" money * * * on' its
commercial development without at least
some. measure of protection against oth
ers free to take the patent as developed
by him and compete in its use. In such
a case one of the chief objects of the
patent law would be defeated." Z4 In full
accord is the statement on behalf of the
Department of the Interior in' a memo
randum furnished with respect to the
bill introduced in 1919. iM

With respect to a policy of permitting
the patentee to take a patent and control
it in his own interest (subject, of course,
to the government's right of use, if any)
the committee said:

"* * *. it must not be lost sight of
that in general it is the constitutional
right of every patentee to exploit his pat
ent as he: may desire, however expedient
l~ may apPear to endeavor to modify this
rIght in the interest of the pubIicwhen
the patentee is. in the Government serv
ice;" :M

~ Sen. Doc. No. 83, 68th Cong., 1st gess., p, 8.
zHesrlngs. Senete Patent Committee, 66th

Cong., 2:d Seas.• January 18; 192:0, p~ 11.
• Sen. Doc. No. 88,IStbCong., 1st s;ess•• p; B.
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Concerning a requirement that allpat-
ents obtained by government employees
be assigned" to the United States or its
agent the committee said:

H* * * itwould,on the one hand, ren
der difficult securing the best sort . of
technical men for the service and, on the'
other, WOUld. influence' technical, workers.
to resign in order to exploit inventions
which they might evolve and suppress
while still in the service. There has' al
ways been more or less of a tendency
for able men in the service to do this,
particularly in view of the comparative
meagerness of Government salaries ; thus
the' Government has suffered loss among
its most capable class of workers." 27

The committee recommended legisla
tion to create an Interdepartmental Pat
ents Board; and further that the law
make it part of the express terms of em
ployment, having the .effeet of 'a con
tract, that 'any patent application. made
or patent granted for an invention. dis
covered or developed during the period of
government service and. incident; to the
line of official duties,' which in the judg
mentof the board should, in the' interest
of the national defense; or otherwise in
the public interest, be controlled by the
government, should upon' demand by the
board be assigned by the employee to. an
agent of the Government. The recom
mended measures were not adopted.

Fifth. Congress has refrained from
imposing upon government servants' a
contract obligation of the sort above de
scribed. .At least one department haa.at
tempted to do so by regulation." Since
the record in this case discloses that the
Bureau of Standards had no such regula
tion, it is unnecessary to consider whether
the various departments have power . to
impose such a contract upon employees
without authorization by act of Congress.
The' question, is more difficult under' our
form of government. than' under that. of
Great Britain; where such departmental
regulations seem to settle the matter."

All of this legislative historyempha
sizes what we have atated-c-that;: the:
courts are incompetent-to answer the dif
ficult question whether the patentee is'to
be allowed his exclusive ·right or com
pelled to dedicate his invention to the
public.. It is suggested that the election
rests with the authoritative officers of
the Government. Under what powe'r.ex

. press or implied, may such officers, by

Z'l'lbid•• p. ,.
·See Annual Report. Department of Agricul

ture. {orU01, p. 715. See SeJdenCo. v. National
Aniline & Chemlcai Co. Inc., '8 F. (2d) 2'70. 278.

• Queen's· Regulations. (Addenda 1895. 1st Feb- -
ruaTY); Cb. I, Instructions for Oftlcers in Gen
eral,pp. 15-U1.
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administrative fiat, 'determine' the nature
and extent of rights exercised under a
charter granted a, patentee pursuant' to
constitutional and legislative provisions'!
Apart from the fact that express author
ity is nowhere to be found, the question
arises, who are the authoritative officers
whose determination shall bind the
United States and the patentee'! The
Government's position comes to this
that the' courts may not reexamine' the
exercise' of an' authority by some .officer,
not named; "purporfing to deprive the
patentee of the, rights "conferred upon
him by law. Nothing would be settled
by such a thcldingv except that the de
termination of the reciprocal rights and
obligations of the Government and its
employee .as 'respects Inventions are to
be' adjudicated, without review, by an un
specified departmen.thead ,,' or bureau
chief. "Hitherto both the executive and
the-Ieaislative branches of the Govern
ment have" concurred in what we con
sider the correct view,-that any such
declaration of policy must come -from
Congress and that no power to declare
it is vested in administrative officers.

The decrees are affirmed.

Mr. Justice STONE, dissenting.;....!
think the decrees should be reversed.

The Court's conclusion that the em
ployment of Dunmore and .Lcwell did
not contemplate that they should exer
cise inventive faculties in their service
to the government, and that both courts
below so, found, seems to render super
fluous much that is 'said in ,the .optnion,
For it has not been contended and I cer
tainly do not contend, that if such were
the fact there, would be any foundation
for the claim asserted by the .govern
ment. But I think the record does not
support the, Court's conclusion ',of fact.
I am also unable to agree with the rea
soning of the opinion, although on my
view of the facts it would lead to the
reversal' of the decree -belowy.which I
favor.

When,' originally organieedv as" a; sub
division of the Department of' Commerce,
the functions of the Bureau of Standards
consisted principally of the custody,
comparison, construction, 'testing and
calibration of standards and the solution
of problems arising' in connection with
standards. But in the course "of its in
vestigationof 'standards of' quality' and
performance it has gradually expanded

:I Act at March 8, 1'01, '<81'Stat~ 1".'; Act: of
February 14, 1908, § 4, 82 Stat. 825,826. For an
account ot the origin and development of the
Bureau and its predecessor, see Weber,The
Bureau 'at Standards, 1"75.

into a laboratory '" for research of the
broadesr-cheraeter: in various "branches
of science and industry and particularly
in the field of engineering,' Work of
this nature is .earried on for other gov
ernmentidepartments," the" general pUb
lic" and 'private Industries,' It is almost
entirely .supported by public funds," and
is maintained "in the 'public interest. In
1915, as the importance of, radio, to the
government and to the public increased
Congress ,appropriated funds' to th~
Bureau "for fnveattgation and atandardi
zation of, methods and instruments em
ployed .in radio, communication;" . Similar
annual appropriations have been made
since and public funds were allotted by
Acts of Ju!y1,1916, c. 209, 39 Stat.
262, 324 and October 6, 1917, c. 79, 40
Stat. 345, 375, for the construction of a

~ Much at the expansion, of the" Bureau's ac
tivities "in' this', direction took place during the
war. See Annual Report of the Director, Bureau
bt Standards,forlDl9, p, 25; War Work of the
Bureau of Standards (1921), Misc. Publications
of the Bureau of StaudardsNo. 46. The scope of
the Bureau's scientific work Is revealed by the
aDnualreports of the Director. See also the
bibliography of Bureau pUbUcatloDsfor the years
1901·1DZ5,Circular ,of the Bureau of Standards
No. 2400DZ5) .

."TbeActot May2D,IDZO, 41 Stat; 681. 688.684,
pennitted other departments to transfer funds to
the Bureauot Standards for such purposes,
though even before that time Jt was one of the
major functions of the Bureau to be of assiBtance
to other branches of the service. See e. g. An
nual Reports of the Director for IDHI, 11116, 1911,
p. 16; Annual Report for 1918, p. 18: compare
Annual Report for 1921, p. 25. for 1922,p. 10.

..The consuming public is directly beneflted not
only by the Bureau's work in improving the stand
ardsof quallty8lid perfonnance of industry. but
a1soby the assistance which It lends to govern

: mental bodlea.. state, and city. See Annual Re-
ports .ot the Director for 1915, 1916, 1917, p. 14:
Annual Report for 1I1l8.p. 16; National Bureau
of Standards. Its FunctioD,!! and Activity, eirc
-uler of the Bureau of, Standards, No. 1 (1925),
pp. 28, 88.

Il Cooperation' With private industry has 'been
the 'major method relied upon to make the ac
complishments of the Bureau effective. See An
nual Report for 1922, p, 7; Annual Report for
1928, p. 8. A system of research associates per

.mrts industrial groups to maintain men at the
Bureau for, research of mutual concern. 'l'he
plan has facilitated' co-operetron. See Annual
Report for 1928, p.4.; Annual Report for 1924..
p. 8!5; Annual 'Report for 19Z5 p. 88; Annual Re
ports for 1926.1928, 1929, 19a1, 1982. p. 1: Re
search Associates at the Bureau of Standards,
Bureau Circular' No. 296 (1926). ,For a list at
ccoperettne organlzatlonsas of December I, 1~26,
see Misc. Publications No. 96 (1927).

e No fees have been" charged except to cover
the cost of" testing. but the Act of June 80, 1932,
c. 814, § 812.47 Stat. 410. directs that "for all
comperteonsc caltbrenons, tests or investigations,
performed" by the Bureau, except those per
formed for the Government or the United States
or a State" "a tee 8umclent In each case to com
pensate the t' .. * Bureau " * * for the
entire cost of the services rendered shall be
dlarged. ," .. "" .

f Act of March "4. U15,C. 14-1, 38 Stat.1t97.
1044..
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fireproof laboratory- building "to-provide
additional space to be used for research
and testing in radio communication," as
well as "space and facilities for coopera
tiveresearch _.andexperimental work in
radio communication" by other depart
ments of the government. Thus, the
conduct of research and scientific inves
tigationin the field of radio has been a
duty imposed by law _upon the Bureau
of _.Standards. since-1915.
. Radio research .has -been conducted ill
the Radio Section of _the Electrical Di
vision of -the Bureau.' In 1921 and 1922,
when Dunmore and _Lowell made the in
ventions in controversy, they were em
ployedin this section as members of the
scientific staff. They were not,of course,
engaged to invent, in -the sense "in which
a carpenter ,is employed to build a chest,
but they were employed to conduct scien
tific investigations in .. a laboratory de
voted principally to applied . rather than
pure science with full knowledge and ex
pectation of ell eoncemed that 'their In
vestigations might normally lead, as they
did, to invention. - The Bureau was as
much devoted to the advancement of the
radio art by invention .as by discovery
which falls short of it. Hence, invention
in the fie1dof radio was a goal intimately
related to and embraced within· the. pur
poses of the work of the scientific staff.

Both courts below found that .Dunmore
and Lowell were impelled to make these
inventions "solely by theiroWIi scientific
curiosity." They undoubtedly proceeded
upon their own initiative beyond the
specific problems. upon whi-ch they were
authorized or directed to work by their
superiors in the Bureau, who did not
actively supervise their. work in its in
ventive stages. But the evidence leaves
no doubt that in all they did they were
following the established practice of the
Section. For members of the research
staff:were expected" and encouraged to
follow their ownscientiftc impulses in
pursuing their researches and dlseoverles
to the point .of useful application;
whether they involved. invention or not,
and even though they did not relate to
the immediate problem in hand. After
the inventions had been conceived they
Were disclosed by the inventors to their
chief and they devoted considerable time
to perfecting them, with his express ap
proval. All the work was carried on by

.them in the government laboratory with
the use of government materials and fa
cilities, during the hours for which they
received a government salary. Its prog
ress was recorded throughout in weekly
and. monthly reports which they were re-
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quired to Bje, as well as in theirJabora
tory notebooks. -It seems clear that in
thus exercising their inventive powers in
the pursuit of ideas reaching beyond
their specific assignments, the inventors,
were discharging the duties expected of
scientists employed in the laboratory;
Dunmore as well as his. supervisors, .tes
tified that such was their conception .of
the nature of the work. The conclusion.
is irresistible that their scienttficcurtos
Ity-was precisely what 'gave the .inven
tors value as research workers; the gov
ernment employed it and gave it free
rein in performing the broad duty of the
Bureau of advancing the radio art by
discovery and invention.

The courts below did. not find that
there was any agreement between .the
government and the inventors as to their
relative rights in the patents and there
was no evidence to support such a. find
ing. They did not find, and upon the
facts in evidence and within the range of
judicial notice, they could not find that
the work done by Dunmore and Lowell
leading to the inventions in controversy
was not within the scope of their employ.
ment. Such a finding was unnecessary
to support the decisions below, which
proceeded on the theory relied on by the
respondent here, that in the absence of
an express contract. to assign it, anem
ployer is entitled to the full benefit of
the patent granted to an employee, only
when it is: for a particular invention
which the employee was specifically hired
or directed to make. The bare references
by the court below to the: obvious facts
that "research" and "invention" are not
synonymous, and that all research work
in .the Bureau is not concerned with In
verition fall. far short of a finding. that
the work in the Bureau did not contem
plate invention at all Thosereferences
were directed to a different end, to the
establishment of what is conceded here,
that Dunmore and Lowell were not
specifically hired or directed to make the
inventions because in doing so they pro
ceeded beyond the assignments .given
them by their superiors. 'The court's
conception of the law, applied .tothis ulti
mate fact, led inevitably to its stated
conclusion that the claim of the govern
ment is without support in reason or. au
thority "unless we should regarda gen
eral employmen.tfor 'research work as
synonymous with· a perticular:employ
ment (or assignment) for inventive
work."

The opinion of ·this ·Court···apparently
rejects the distinction between specific
employment- or assignment and general
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employment to, invent, adopted: by the
court below and supported by authority,
in favor., of the broader, position .', urged
by the government that wherever the
employee's duties involve the exercise of
inventive powers, the e_mployer is entitled
to an assignment of the patent on any
invention made in thejscope of the gen
eral employment. As' I view .the ,facts,
I think such a rule, to whiehthis 'Court
has not hitherto given explicit 'support,
would require a decreefn favor of the
government. "It would alae require a de
cree in -favor of a private 'employer, ,on
the ground stated 'by the .court thatv as
the employee "has only-produced what
he is employed to invent," a specifically
enforcible "term of the agreemerrt necee
sarily is that what he is paid to produce
belongs to his paymaster.". 'A theory. of
decision so mechanical is not 'forced upon
us by precedent and cannot, I think, be
supported.

What the employee agrees to aaslgn to
his employer is always a question of fact.
It cannot be said that merely because
an employee agrees to invent, ;healso
agrees to assign any patent secured for
the invention. Accordingly, if. an. as
signment is ordered in sucha. case it .ia
no more to be explained and .supported as
the specific enforcement of an agreement
to transfer property in the patent than
is the shopright which equity likewise
decrees, where. the. employment does not
contemplate invention. All the varying
and conflicting language .of .. the books
cannot obscure the reality that in any
case where the rights of the employer to
the 'invention are not fixed by express
contract, and no agreement in fact may
fairly be implied, equity determines after
the event what they shall be. In 'thus."
adjudicating in invitum.the.·.consequences
of the. employment; relationship, equity
must reconcile the conflicting claims of
the employee who has evolved the idea
and the employer who has paid him' for
his time and supplied the materialsutil
ized in experimentation and construction.
A task so delicate cannot be performed
by accepting the formula advanced ·by
the petitioner any more than by adopt
ing that urged by the respondent.cthough
both are not without support in the opin
ions of this Court...CompareHapgood
v, Hewitt, 119 U. S. 226; Dalzell v,
Dueber Mfg. Co., 149 U. S. 315; Solo
mons v. United States, 137U. S. 342,
346; Gill v, United States, 160 U. S. 426,
435; Standard Parts Co. v. Peck, 264
U, S. 52.

where the employment does not con;'
template the exercise of inventive talent

th.epolicy of thepatent lawstostimulate
invention bY,8warding the benefits of
the monopoly 'to the inventor and not to
someone .. else .leads to a ready compro
mise: a ishop-right gives, the employer
an adequate.jshare.dn the. unanticipated
boon.B.Hapgood v. Hewitt, supra,' Lane
& Bailey Co. v. Locke, 150 U. S. 193'
Dalzellv. Dueber Mfg. Co., supra;
Pressed Steel Car Co. v.Hansen, 137
Fed. 403; Amdyco Corp. v. Urquhart,
39 F. (2d) 943, aff'd 51 F. (2d) 1072;
Ingle v. Landis Tool Co., 272 Fed. 464;
see Beecroft & Blackmanv. Rooney, 268
Fed. 545, 549.

But whera. asIn this case, the employ
ment contemplates .:invention, the ade
quacyvof Bucha· compromise is more
doubtful not because it contravenes an
agreement for an assignment; which may
not exist,but. because, arguably, as the
patent is the fruit of the very work
which the -employee fa Hired ito do and
for which he :ispaid, it should no more
be withheld from the employer, in equity
and good conscience;' than the product of
any other service which the employee en
gages to render. This result has been
reached where the-contract was to devise
a means for . solving a defined problem,
Standard Parts Co.v. Peck, supra, and
'the decision has been thought to estab
lish the employer's. right wherever the
employee is hired or assigned to evolve
a process or mechanism for meeting a
specific needr Magnetic Mfg. Co. v. Dings
Magnetic Separator Co., 16 F. (2d)· 739;
Goodyear Tire and Rubber Co. v. Miller.
22 F. (2d) 353,356; Houghton v, United
States, 23 F. (2d) 386. But the court
below and others have thought (Pressed
Steel Car Co. v',Hansen, supraj Hough
ton v. United States, supraj Amdyco
Corp. v.. Urquhart, supra). as .the re
spondent· . argues, that only in cases
where the employment or assignment is
thus specific may the employer demand
all the benefits of the employee's inven
tion. The basis of such a limitation is
not articulate in the. cases. There is at
least a question whether its application
may not be attributed, in some instances,
to the readier implication of an actual
promise to assign the patent, where the
duty is to invent a. specific thing (see
Pressed Steel Car Co; v, Hansen, supra,
415), or, in any case, to the reluctance
of e.quity logically to extend, in this field,
the principle that the.right to claim the
service includes the right to claim its

-product, The latter alternative may find
support in.thepolicy·of the patent laws

I see the' C8!leB collected. in ·80·. Columbia· Law
Rev. 1172; BG Harvard Law Rev. 40GB.
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to secure ~o the i.nveIi~or the fruits of
his inventIve genms", m the hardship
which may be involved in imposing a
duty_to assign all inventions, see Dalzell
e. Dueber Mfg. Co., su~ra, 323, cf. As~
pinwal! Mfg. Co. v, GIl!, 32 Fed. 697,
"700; and in a possible inequality in bar...
gaining power of employer and employee.
But compare Goodyear Tire & Rubber
Co. v, Miller, supra, 355; Hulse v. Bon...
sack"Mach. ce., 65 Fed. 864, 868; see 30
Columbia Law Rev. 1172, 1176-8. There
is no reason for determining now the
weight which should he accorded these
objections to complete control of the in
ventionby the employer, in cases of or
dinary employment for private purposes.
Once it is recognized, as it must be, that
the function _of the Court in every case
is to determine whether the employee
may, in equity and good conscience re
tain the benetsof the patent, it is ap
parent that the present case turns upon
considerations which distinguish it from
any which has thus far been decided.

The inventors were not only employed
to engage in work which unmistakably
required 'them to exercise their inventive
genius as occasion arose.; they were a
part of a public enterprise. It was de
voted to the improvement of the art of
radio communication for the benefit of
the people of the United States, carried
on in a government laboratory, main
tained by public funds. Considerations
which might favor the employee where
the interest of the employer is only in
private gain are therefore of slight sig
nificance ; the policy dominating the re
search in the . Bureau, as the inventors
knew, was that of the government to
further the interests of the public by ad
vancing the radio art. For the work to
be . successful, . the government· must be
free to use the results for the benefit of
the public in the most effective way. A
patent monopoly in individual employees,
carrying with it the power to suppress
the invention, or at least to exclude oth
ers from using it, would destroy this
freedom; a shopright in the government
would not confer it," For these employees;
in the circumstances, to attempt to with
hold from the public and. from the gov
ernment the full benefit of the inventions
which it has paid them to produce; ap
pears to me so unconscionable and in
equitable as to demand the interposition
of a court exercising chancery powers.
A court which habitually enjoins a mort
gagor from acquiring and setting up e
tax .title' adversely .to the mortgagee,
Middletown Savings Bank v. Bacharach,
46 Conn. ·513, 524; Chamberlain v.
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Forbes, 126:Mich. 86jWaring'v.Na:~

tional Savings & Trust Co., 138 Md. 367;
see 2 Jones on Mortgages (8thed.),
§ 841,should find no difficulty in enjoin
ing these employees and the respondent
claiming under them from asserting, un
der the patent laws, rights which would
defeat the very object of their employ
ment. The capacity of equitable doctrine
for growth and of courts of equity to
mould it. to new situations, was. not. ex
hausted with -the .establishment-' of-the
employer's shoprtght, See Essex Trust
Co. v. Enwright, 214 Mass. 507; Mein
hard v, Salmon, 249 N. Y. 458.

If, .in the application of familiar prln
ciplea. to the situation presented ..here,
we must advance somewhat beyond the
decided eases, I see nothing revolutionary
in the step. We need .not •. be. deterred
by fear of the necessity, inescapable in
the development of the law, of setting
limits to the doctrine we apply,asthe
need arises. That prospect does net re
quire us to shut our eyes to the obvious
consequences of the decree which has been
rendered here. The result is repugnant
to common notions of justice and to
policy as well, and the case must tum
upon these considerations if we abandon
the illusion that· equity is called upon
merely to enforce a contract, albeit, one
that is "implied." The case. would be
more dramatic if the inventions pro
duced at public expense were .important
to the. preservation of human life, or the
public health, or the agriculturalre
sources of the country. The principle
is the same here, though the inventions
are of importance only in the: further
ance of human happiness. Inenlisting
their scientific talent and curiosity in the
performance of the public service in
which the Bureau was engaged,··Dun
more and Lowell necessarily renounced
the prospect of deriving from their work
commercial rewards incompatible with
it.a Hence, there is nothing oppressive

'It has been sald that many scientists in the
employ of the Government regard the acceptance
of patent rights leading to commercial rewards
in any case as .an .abasement at thefr. work;
Hearings on Exploitation· at Inventions by Gov
ernment Employees, Senate Committee on Pat
ents, 65th Cong., ad Sess. (1919); pp. 16, 17: see
also the Hearings before the same Committee.
January 28, 1920, 66th Cong., 2d Seas. (1920).
p, 5. The opinion of the Court attributes im
portance to .the tact. seemingly irrelevant, that
other employees of the Bureau have. in some In
fiances in the past taken out pa.tents on their
inventions which, so far as appears, the Govern
ment has not prevented them from enjoying. The
circumstances under which those inventions were
made do not appear. But even If they were the
same 8S those In the present case there Is no
basis for contending that because the Govern
ment saw 8t not to assert Its rJgbtB In other cases
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or ·uneonscionable· 'in requiring them or
their licensee to surrender their patents
at the instance of the United States, as
.there probably would be if the "inventions
had not _been made within -the scope _of
their -employment or if the employment
did not contemplate invention at all.

The issue raised here is unaffected by
legislation. Undoubtedly the power rests
with Congress to enact -a rule of decision
for determining the _ownership and con
trol of patents on inventions _made by
government employees--in the course of
their employment. But _I find no basis
for . saying that Congress has done so
or that it has manifested any affirmative
policy for the disposition ·of cases of -this
kind, which -is at variance with the eon
siderationswhich are controlling here.
. The Act of June 25, 1910, 36 Stat. 851,
as amended July 1, 1918, 40 Stat. 704,
705, permitted patentees to sue the gov
ernment in the Court of Oleime for the
unauthorized use of their patents.. It
was in effect an eminent domain statute
by 'which just compensation was secured
to the patentee," whose patent 'had been
used by the government. See Richmond
Screw Anchor Co. v. United States, 275
U. S. 331. This statute excluded gov
ernment employees from the benefits of
the Act in order, as the House Commit
tee Report explicitly points .out, to .leave
unaffected the. shoprights of the govern
ment. See H. R. Report No. 1288, 61st
Congo 2d Sess. A statute thus aimed
at· protecting in every case the minimum
rights of the government canharcllybe
taken to deny other and greate,rrights
growing out of the ··specialequity .of
eases like the present.

The Act of April 30, 1928, 45 Stat.
467, 468, amending an earlier statute of
1883 (22 Stat. 625), so as to permit a
patent to be issued to a government em
ployee without payment of fees, for any
invention which the. head ofa depart
ment or independent bureau certifies "is
used or liable to be used in the public
sen-ice," and which the application speci
fies may, if patented, "be manufactured
and used by or for the Government for
governmental purposes without ~he pay
mentof * * * any royalty," was passed,
it is true, with the general purpose of
encouraging government employees to
take out patents on their inventions. But
this purpose was not, as the opinion. of
the Court suggests, born of a Congres-

it has lost them in this. Moreeover, tbere is DO
necessary inconsistency in the Government's po
sition if It concluded in those CQ8eS that the pub
lic tnterest would be served best by permitting
the employees to exploit tbeir inventions them
selves. and adopted a oontTarr conclusIon here.

slonal inte:ntthat a govemment employee
who conceives an invention in the course
of his employment should be protected
in his right to exclude all others but the
government from using it. Congress was
.eoneemed neither" with enlarging nor
with narrowing the relative rights of the
government and its employees," This is
apparent from the language of the sta
tute that the patent shall be issued with.
'onta fee "subjeet to existing law," as
well as from the recorda-of its legislative
history."

The purpose of Congress in facilitating
the patenting of inventions by govern
ment employees was. to protect the exist.
ing .right of .the government to use all
devices invented in the service, whether
or not the patentee was employedto use
his inventive powers. Experience. had
shown that thisshopright. was jeopard.,
ized unless the employee applied for a
patent, since without the disclosure In
eident to the application the government
was .frequently hampered in its defense
of claims by' orders asserting priority of
Invention. But doubt which had arisen
whether-an apptication for a paterrt un
der the Act of 1883 did not operate to
dedicate the patent to the public," and
reluctance to pay.the fees otherwise re
qui red, had led government employees to
neglect to. make applications, even when
they were entitled. to .the benefits of the
monopoly subject only to. the govern
ment's right of . use. This doubt the
amendment removed., It can hardly be
contended that in removing it in order
to aid, the government in the protection
of its. shopright, _Congress declared a
policy that it should have no greater right
to control a patent procured either un
der this 'special statute or under the
general patent laws by. fraud or any
other type of inequitable conduct. Had
such a policy been declared, it is difficult
to see on what basis we could award the

:lOThroughout 'the various speculations in com
mtttee as to what those rights were, it was gen- •
erally .agreed that they were Intended to remain
uncbansed by the bill. See Hearings before the
House Committee on Patents, 68th Cong.,2d Sess.,
on H. R. 8267 and 11408 (1926); Hearings before
the same Committee, 70th Cong.. 1st Bess. (1928),
especially at pp, 8·18. The discussion. on the
t1oor·ot the House, referred to In fhe opinion of
the Court (see note -19) does not indicate the
contrary.
It In .addition to thebearlngs cited 81tpra, note
10, see H. R. Report-No. 1596, 68th Cong., end
Seas.; H. R. Report No.8n, Senate Report No. '
785, 70th Cong., 1st gess, The bin was originally
a companion proposal to the Federal Trade Com
mission bilI discussed infra, note 18. See the
references given there.

ltSee Selden Co. v.National Aniline & Chernl·
cal Co., 48 F. (2d) 1'10, 2ft; Sq!J.ier v. American
Telephone & Telegraph ce, '1 F. (24) 881, 882,
afflrming 21 F. (2d) 74'1.

"'·""1
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February 21,: 1921, the subject was again· con
aidered by an Interdepartmental Board estab
lished by executive order of President Harding,
August 9, 1922. Its reportwas transmitted to
Congress by Prestdent Coolidge, in December.
1928. Sen. Doc. No. 88, 68th Cong., ret Seas.
The Board found· tha:t there had never beennny
general governmental policy established with re
spect to inventions, that whether public dedtee
non, priva~ exploitation or governmental con
trol and administration is desirable, depends
largely· on the nature of the invention. Accord
ingly, legislation was recommended establishing
a permanent Interdepa.rtmentcJ. Patents Board
with the power to demand assignments of. patents
on those inventions thereafter developed in the
service which "in the interest of the national de
fense, or otherwise in the public interest" sbould
be controlied by the GOvernment. No action wes
taken upon tbis proposal.

Since that time the Director of the Bureau·ot
Standards bas recommended thnt 8. "unifonn,
equitable policy of procedure" bedeftned for the
Government by legislation. (Annual Report for
1925rP. 40.) In the Report for 1981 it Is said
(P. 4(1) that .the "patent polley of this Bureau
has always been that patentab]e devices developed
by employees paid out ot public funds belong to
the public," and tbe Report for 1982 a.dds (p.
40) uif not so dedicated directly, the vested

rights should be beld by the Government."

bestsetved '. by tbededication of an in..
vention to the public or by itsexploita
'tion with patent protection under license
from the government arthe ,inventor.
But the difficulty of resolving the ques
Hondoes not justify a decree which does
answer itfn favor .of permitting govern
mentemployeessllch as these to exploit
their 'inventions without restriction,
rather than ODe which would require' the
cancellation of their patents or their as
signment to the United States.

The, decrees should be reversed.
Mr. Justice CARDOZO concurs in 'this

opinion.
Mr. 'Chief 'Justice HUGHES "(dissent

ing) .-1 agree wtth-Mr. Justice STONE'S
analysis of the 'facts showing the nature
of the 'employment of Dunmore and
Lowell, and with his conclusions as to
the legal effect of that employment. As
the people of the United States should
have the unrestricted benefit of the In
ventions in .such a case, I think that the
appropriate .. remedy would be to cancel
the patents.

17 U. S•. PAT; Q.

government .R remedy, as it seems to lie
agI'eed we .would, if Dunmore and Lowell
had been specifically employed. to make
the inventions. There. is nothing to in
dicate that Congress adopted one policy
for such a case and a contrary one. for
this.

Other legislation proposed but not en
acted/3 requires but award. Even had
Congress expressly rejected a bill pur
porting to enact into law the rule of de
cision which I think applicable here, its
failure to act could not be accorded-the
force of law. But no such legislation has
been .proposed. -to Congress,': and "that
which was suggested may have been' and
probably was defeated for reasons un
connected with the issue presented in this
case. The legislative record does show,
as the opinion of the .Court states, that
it is a difficult question which has been
the subject of consideration at least since
the war, whether the public interest is

:18 The blll referred to in the opinion of the
Court was one sponsored by the executtveide
partments to endow the Federal Trade Commis
sion with the' power to accept assignments of
patents from GOvernment emp!oyees and ad
minister them in the public interest. It passed
the Senate OD one occasion and the' House on
another but failed to become a law. (5. 52BS,
estn Cong., ad gess., S. 8228, 66tb Cong., 1st
gess., H.R. 9982, 66th Cong., tat gess., H. R.
11984, 66th Cong., ad Sess.). In the course of
hearings and deba.tes many poin\!; of view were
expressed. See Hearhigs on Exploitation of In
ventions by Government Employees, Senate Com
mittee on Patents, 65th Cong., 8d Sess. (1919);
Hearing before the same Committee, 66th Conx.,
2d gess. (1920); Senate Report No. 405, H. R.
Report No. 595, 66th Cong., 'd geee.; recommend
ing passage. See 59 Cong. Bec., 2800, 2421,
2480, 3908, 4682. 4771, 8859, 8860, 84S8, 8490; 60
ibid. 856; Conference Report, H. R. No. 1294,
Sen. Doc. No.. 879. 66th Cong., ad Sees. And see
60 Congo nee., 2890, 8229, 8264-8269, 8587. Dif
ferences were stressed In the purposes and needs
of different agencies of the Government. See
especially Hearings (1919), supra, 'PP. 22, 24-5.
The need of commercial incentives to private ex
ploiters. as well. as the general desirability. of
such expl.oitatlon were admitted, but the dangers
were recognized 'as well. It was thought that
the public interest would best be served by the
establishment of a single agency for Government
control, with the power to determine upon some
compensation' for the inventor.

After the deatbot this bminthe Senate,
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.To establish a national program to improve collaboration
between the national laboratory system of the
Department of Energy and the private sector so as to
foster the development of technologies in areas of
significant economic potential in order to enhance the
Nation's economic competitiveness and strategic well
being, and for other purposes.

IN THE SENATE OF THE UNITED STATES

JANUARY ---' 1989

MR. DOMENICI (for himself, lintroduced
the following bill; which was read twice and referred to the
Committee on

A BILL

To establish a national program to improve collaboration between
, the national laboratory system of the Department of Energy

and the private sector so as to foster the development of
technologies in areas of significant economic potential in
order to enhance the Nation's economic competitiveness and
strategic well-being, and for other purposes.

'1 BE IT ENACTED BY THE SENATE AND THE HOUSE OF

2 !tEFRESENTATIVES OF THE UNITED STATES OF AMERICA IN CONGRESS

3 ASSEMBLED, That this Act may be referred to as the "Department of

4 Energy National Laboratory Cooperative Research and Technology

5 Competitiveness Act of 1989".
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SEC. 2. DEFINITIONS.

For purposes of this Act, the term--

(1) (A) except as provided in subparagraphs (B) and (C),

"National Laboratory" means the following Department of

Energy laboratories --

(i) Lawrence-Livermore National Laboratory;

(ii) Lawrence-Berkeley National Laboratory;

(iii) Los Alamos National Laboratory;

(iv) Sandia National Laboratory;

(v) Fermi National Accelerator Laboratory;-

(vi) Princeton Plasma Physics Laboratory;

(vii) Idaho National Engineering Laboratory;

(viii) Argonne National Laboratory;

(ix) Brookhaven National Laboratory;

(x) Oak Ridge National Laboratory (including the

Y-12 Plant);

(xi) Pacific Northwest Laboratory;

(xii) Ames Laboratory;

,(xiii) Stanford Linear Accelerator Center;

,r(xiv) Bates Linear Accelerator Facility;

(xv) Center for Energy and Environment Research;

(xvi) Coal Fired Flow Facility;

(xvii) Energy Technology Engineering Center;

(xviii) Hanford Engineering Development Laboratory;

(xix) Inhalation Toxicology Research Institute;

(xx) Laboratory for Energy-Related Health Research;
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1 (xxi) Laboratory of Biomedical and Environmental

2 Sciences;

3 (xxii) Laboratory'of Radiobiology and Environmental

4 Health;

5 (xxiii) Michigan State University-DOE Plant Research

6 Laboratory;

7 (xxiv) Notre Dame Radiation Laboratory;

8 (xxv) .Oak Ridge Associated Universities;

9 (xxvi) Radiobiology Laboratory;

10 (xxvii) Savannah River Ecology Laboratory;

11 (xxviii) Savannah River Laboratory;

12 (xxix) Solar Energy Research Institute; and

13 (xxx) Stanford Synchrotron Radiation Laboratory.

14 (B) Such term does not include Naval Nuclear

15 Propulsion Reactor Laboratories, or their contractors or

16 subcontractors performing work covered under Executive Order

17 12344, as codified in section 7158 of title 42, United

18 States Code.

19 (C) Such terms shall includes any future government-

20 owned, contractor-operated laboratory facilities established

21 as Department of Energy Multi-prog~am Laboratories or

22 Program-Dedicated Facilities.

23 (2) "contract" means any contract, grant, or

24 cooperative agreement as those terms are used in sections

25 6303, 6304, and 6305 of title 31, United States Code,

26 entered into between any Federal agency and any contractor
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1 for the performance of research, experimental, Q£

2 developmental activities funded in whole or in part by the

3 .Federal Government. Such term includes any assignment,

4 substitution of parties, or subcontract of any type entered

5 into for the performance of such activities.

6 (3) "cooperative research and development agreement"

7 means any agreement between the Directors of one or more

8 National Laboratories and one or more Federal or non-federal

9 parties under which the Federal government, through such

10 National Laboratory or Laboratories, provides personnel,

11 services, facilities, equipment, or other resources with or

12 without reimbursement and the non-federal parties provide

13 funds, personnel, services, facilities, and equipment, or

14 other resources toward the conduct of specified research,

15 development, and demonstration efforts that are consistent

16 with the missions of the National Laboratory; except that

17 such term does not include a procurement contract or

18 cooperative agreement as those terms are used in sections

19 6303, 6304, and 6305 of title 31, united States Code.

20 (4) "director of a National Laboratory" means the

21 employee of the Department of Energy laboratory manager or

22 operator who directs the management and operation of such

23 National Laboratory;

24 (5) "Federal Agency" means any executive agency as

25 defined in section lOS of title 5, united States Code, .and

26 the military departments defined by section 102 of title 5,
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1 united States Code.

2 (6) "funding agreement" means any contract, grant, or

3 cooperative agreement entered into between the Secretary of

4 Energy and a contractor operating a National Laboratory

5 that provides for such contractor to perform researchL

6 experimental, and development activities at such National

7 Laboratory.

8· (7) "laboratory manager or operator" means the

9 contractor who has signed a contract with the Secretary for

10 management and operation of a National Laboratory (but only

11 with respect to activities relating to such management or

12 operation); and

13 (8) "Secretary" means the Secretary of Energy.

14 SEC. 3. FINDINGS.

15 The Congress finds that --

16 (1) the Nation's economic competitiveness and

17 strategic well-being depends on the development of advanced

18 energy technologies, such as those anticipated to evolve

19 from research and development on high temperature

20 superconducting materials;

21 (2) the national laboratories of the Department of

22 Energy constitute a multi-discipline capability in general

23 science, energy science, and defense related technology

24 development with incomparable research and computer

25 facilities with research and support staffs of demonstrated

26 international expertise;
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1 (3) while the National Laboratories have demonstrated

2 successes in technology transfer into the private sector,

3 the effectiveness of this effort can be significantly

4 enhanced if --

5 (A) industry is made more aware of the National

6 Laboratory research and development capabilities and

7 activities;

8 (B) technology transfer is established as a

9 significant element of the mission of the National

10 Laboratories;

11 (C) the National Laboratories are made more aware

12 of industry market requirements; and

13 (D) industry becomes more involved with the

14 activities of National Laboratories at an early enough

15 in the research and development process to provide

16 guidance on the development of commercially viable

17 products; and

18 (4) a national initiative is needed, if there is to be

19 a timely transfer of energy technology developments from the

20 National Laboratories to the private sector, except that

21 nuclear weapons design, development, production, and

22 maintenance must remain the primary mission of the

23 Department of Energy nuclear weapons complex.

24 SEC. 4. PURPOSES.

25 The purposes of this Act are to --

26 (1) enhance collaboration between universities and the



,- 7 -

1 private sector and the National Laboratories of the

2 Department of Energy so as to foster the development of

3 technologies in areas of significant economic potential.

4 (2) establish that it is a mission of each National

5 Laboratories to foster, through the transfer of technology

6 to the private sector consistent with the national security

7 and a fair return on the taxpayers' investment, the

8 commercialization of technologies developed in connection

9 with its research. experimental. and development activities;

10 and

11 (3) better meet the continuing responsibility of the

12 Federal Government to ensure the full use of the results of

13 the Nation's Federal investment in the National

14 Laboratories' research and developme~t in meeting

15 international competition.

16 SEC. 5. DIRECTIVE.

17 The Secretary sha~l

18 l1l-take such actions as he deems appropriate and

19 consistent with law to further the mission set forth in

20 section 3; and

21 l£l ensure that the mission set forth in section 3 is

22 carried out in a manner that is not detrimental to the

23 military mission of any National Laboratory.

24 TITLE I --NATIONAL LABORATORY CENTERS FOR TECHNOLOGY MANAGEMENT

25 SEC. 101. POLICY.

26 For the purposes of title I, it is the policy of Congress
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1 that--

2 (1) intellectual property rights in technology

3 developed at the National Laboratories be managed so as to

4 promote the competitiveness of united States industries;

5 (2) the Secretary prescribe regulations for cooperative

6 research and development agreements and intellectual

7 property rights arising under such agreements; and

8 (3) the directors of the National Laboratories devise

9 implementing procedures consistent with the policy

10 guidelines set forth by the Secretary.

11 SEC. 102. COOPERATIVE RESEARCH AND DEVELOPMENT AGREEMENTS.

12 (a) GENERAL AUTHORITY. -- The Secretary shall prescribe

13 regulations ensuring that the contract for the management and

14 operation of any National Laboratory authorizes the director of

15 such Laboratory:

16 (1) to enter into cooperative research and development

17 agreements and to negotiate the terms and conditions of such

18 agreements with--

19 (A) other federal agencies;

20 (B) units of state or local government;

21 (C) industrial organizations including

22 corporations, partnerships and limited partnerships,

23 consortia, and industrial development organizations;

24 (D) public and private foundations;

25 (E) nonprofit organizations (including

26 universities); or
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1 (F) other persons or entities, including

2 licensees of inventions or computer software owned by

3 the National Laboratory manager or operator.

4 (2) to negotiate intellectual property licensing

5 agreements for National Laboratory owned inventions or

6 computer software, assigned or licensed to the National

7 Laboratory by third parties including voluntary assignment

8 by employees.

9 (b) SPECIFIC AUTHORITY. -- Each director of a National

10 Laboratory may include provisions in any cooperative research and

11 development agreement negotiated and entered into pursuant to

section permitting such laboratory manager or operator to

(1) accept, retain, and use funds, personnel,

services, and property from collaborative parties and

provide personnel, services, and property to collaborating

parties;

(2) grant or agree to grant in advance to a

collaborative party, intellectual property licenses,

assignments, or options thereto, in any invention or

computer software, made, in whole or in part, by an employee

of a National Laboratory under the cooperative research and

development agreement; and

(3) to the extent consistent with Department of Energy

regulations, orders, and directives pertaining to conflict

of interest, permit employees or former employees of a

laboratory manager or operator to participate in efforts to
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transfer to' the private sector inventions or computer

software, such employees developed or made while in the

.service of such laboratory.

SEC. 103. CRITERIA FOR ENTERING INTO AGREEMENTS.

In determining whether to enter into a cooperative research

and development agreements, the director of a National Laboratory

shall determine that --

(1) facilities at the National Laboratory will be

available to conduct the activities that are the subject of

the cooperative research and development agreement;

(2) the activities that are the subject of the

cooperative research and development agreement would not

interfere with programs of the Department of Energy;

(3) the activities that are the subject of the

cooperative research and development agreement would not

create a future detrimental burden on the National

Laboratory; and

(4) the proposed cooperative research and development

agreement is consistent with applicable guidelines of the

Secretary pursuant to section 102 for cooperative research

and development agreements.

SEC.· 104. AGREEMENT CONS IDERATIONS .

In deciding which cooperative research and development

agreements to enter into, and which licenses, assignments, and

options to grant, the director of a National Laboratory shall --

(1) give special consideration to small business firms
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1 and consortia involving small business firms;

2 (2) give preference to business units loc.ated in the

3 United States that agree that products embodying inventions

4 or computer software, made under the cooperative research

5 and development agreement or produced through the use of

6 such inventions or computer software, will be developed and

7 manufactured substantially in the United States;

8 (3) in the case of any industrial organizations or

9 other person subject.to the control of a foreign company or

10 government, as appropriate, take into consideration whether

11 or not such foreign government permits United States

12 agencies, organizations, or other persons to enter into

13 cooperative research and development agreements and

14 licensing agreements; and

15 (4) provide universities the opportunity to

16 participate in such cooperative research and development

17 agreements when such participation will contribute to the

18 purpose of this Act.

19 SEC. 105. MODIFICATION OR DISAPPROVAL OF AGREEMENT.

20 The Secretary may disapprove or require the modification of

21 a cooperative research and development agreement under subsection

22 (a). Such agreement shall provide a 3D-day period beginning on

23· the date the agreement is submitted to the Secretary by the

24 director of the National Laboratory concerned, within which

25 period such action may be taken by the Secretary. In any case in

26 which the Secretary disapproves or requires the modification of
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1 any cooperative agreement submitted under this title, the

2 Secretary shall transmit a written explanation of such

3 disapproval or modification to the director of the National

4 Laboratory concerned within 30 days after such submission. If

5 such action is not taken within this thirty day period, the

6 cooperative research and development agreement shall be deemed

7 approved.

8 SEC. 106. LIMITATION.

9 The cumulative total of non-appropriated funds contracted to

10 be received in any year under all cooperative research and

11 development agreements entered into by the director of any

12 National Laboratory under this Act may not exceed an amount

13 equal to 10 percent of the annual bUdget of such National

14 Laboratory, unless approved in advance by the Secretary.

15 SEC. 107. CONFLICTS OF INTEREST.

16 (a) In negotiating or entering into any cooperative research

17 and development agreement under this section, and in negotiating

18 or granting any license or assignment with respect to

19 intellectual property subject to this section, the director of a

20 National Laboratory (and any employee of a laboratory manager or

21 operator who may be acting on behalf of the Director) shall carry

22 out such actions

23 (1) in compliance with all applicable laws and

24 regulations;

25 (2) in the public interest; and

26 (3) not for the benefit of the director of the National
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1 Laboratory, the employee, a related person, the laboratory

2 manager or operator, or a related entity.

3 (b) A director of a National Laboratory may not enter into

4 negotiations--

5 (1) for a cooperative research and development

6 agreement with a related person or a related entity; or

7 (2) for granting a license or assignment with respect

8 to intellectual property subject to this section to a

9 related person or a related entity until such negotiations

10 are approved in advance by the Secretary.

11 (c) Any cooperative research and development agreement

12 proposed to be entered into by a director of a National

13 Laboratory with a related person or a related entity, and any

14 license or assignment propose~ to be granted by the director of a

15 National Laboratory to a related person or a related entity, may

16 not become effective until it is approved by the Secretary.

17 (d) For purposes of this section, the term --

18 (1) "related person" means a person related to a

19 director of a National Laboratory or to an employee of

20 such a director by marriage, blood, or otherwise, as

21 determined by the Secretary under regulations; and

22 (2) "related entity" means a parent corporation of

23 a laboratory manager or operator, a subsidiary or

24 affiliate of a laboratory manager or operator, or any

25 other entity that has a financial relationship with, or

26 that is acting as an agent for, a laboratory manager or
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1 operator, as determined by the secretary under

2 regulations.

3 SEC. 105. RECORDS OF AGREEMENTS.

4 The director of each National Laboratory shall-maintain a

5 record of all cooperative research and development agreements

6 entered into under this title, and shall submit annually a copy

7 of such record to the Secretary.

8 SEC. 106; DUTIES AND RESPONSIBILITIES OF THE SECRETARY.

9 (a) The Secretary shall review all existing regulations,

10 policy guidelines, orders, directives, procedures, and

11 administrative processes associated with the abilities of the

12 directors of the National Laboratories to:

13 (1) enter into cooperative relationships and

14 cooperative research and development agreements with private

15 industry or universities;

16

17

18

(2) undertake work-for-others; and

(3) operate user facilities.

(b) The Secretary shall review existing standards for

19 resolving potential conflicts of interests to ensure that such

20 standards adequately establish guidelines for situations likely

21 to arise through the use of the authorities granted in this

22 subtitle, inclUding but not limited to cases where present or

23 former National Laboratory employees or their partners negotiate

24 licenses or assignments of titles to inventions or negotiate

25 cooperative research and development agreements with Federal

26 agencies '(including the Department of Energy or the laboratory
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1 manager or operator with which the employee involved is or was

2 formerly employed) .

3 (c) The Secretary shall--

4 (1) review the impact of the exchange of scientific

5 information, scientific innovation, and commercialization

6 resulting from cooperative research and development

7 agreements.

8 (2) survey non-federal parties interested in entering

9 into cooperative research and development agreements with

10 the National Laboratories to determine if adequate measures

11 exist to encourage scientific innovation and

12 commercialization resulting from cooperative research and

13 development agreements; and

14 (3) based on the results of such review and survey

15 develop policy recommendations that shall be submitted to

16 the Congress.

17 (d) The Secretary shall--

18 (1) formulate and carry out a comprehensive set of

19 policy guidelines to advance the goals of this subtitle,

20 based on the review under subsection (a);

21 (2) report to Congress and the President within 90

22 days after the date of the enactment of this subtitle on the

23 status of this review; and

24 (3) within 180 days after the date of the enactment of

25 this subtitle, implement the policy guidelines under

26 paragraph (1) that do not require regulations under section
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1 242.

2 SEC. 107. DEFINITIONS.

3 (a) For purposes of this title, the term--

4 (1) "collaborative party" means a party to a

5 cooperative research and development agreement;

6 (2) "computer software" means recorded information,

7 regardless of form or the media on which it may be recorded,

8 comprising computer programs or documentation thereof;

9 (3) "intellectual property" means. patents, trademarks,

10 copyrights, mask works, and other forms of comparable

11 property rights protected by federal law;

12 (4) "invention" means any invention that is or may be

13 patentable or otherwise protected under Title 35, united

14 States Code, or any novel variety of plant that is or may be

15 protected under the Plant Variety Protection Act (7 U.S.C.

16 2321 et seq.);

17 (5) "laboratory owned" means any rights in

18 intellectual property conveyed under this title to a

19 contractor operating a National Laboratory or any rights in

20 intellectual property arising under the operating contract

21 for a National Laboratory where rights are not expressly

22 taken by the United States Government or by a subcontractor;

23 (6) "made" when used in conjunction with any invention

24 means the conception or first actual reduction to practice

25 Of such invention;

26 (7) "subject invention" means any invention of a
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1 National Laboratory first conceived or reduced to practice

2 in the performance of work under a contract or funding

3 agreement for the operation of a National Laboratory;

4 (8) "third parties" means domestic entities located in

5 the united States who agree to manufacture and to conduct

6 research and development substantially in the United States

7 including

8 (A) Federal agencies other than the Department of

9 Energy;

10 (B) units of State or local government;

11 (C) industrial organizations, such as

12 corporations, partnerships, limited partnerships,

13 consortia, or industrial development organizations;

14 (D) public and private foundations;

15 (E) nonprofit organizations such as universities;

16 and

17 (F) licensees of inventions or computer software

18 owned by the laboratory manager or operator.

19 TITLE II -- CENTERS FOR RESEARCH ON RESEARCH ON

20 HIGH-TEMPERATURE SUPERCONDUCTING TECHNOLOGIES

21 SEC. 201. FINDINGS.

22 For purposes of this title, the Congress finds that:

23 (1) extensive research in superconducting materials is

24 being conducted by the Department of Energy to support its

25 programmatic activities in High Energy Physics, Magnetic

26 Fusion Energy, Energy Storage Systems, Electric Energy
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1 Systems, and Energy Conservation, pursuant to the Federal

2 Non-nuclear Energy Research and Development Act of 1974

3 (P.L. 93-577), the Energy Reorganization Act of 1974 (P.L.

4 93-483), and the Department of Energy Organization Act (P.L.

5 95-91) ;

6 (2) recent developments in high-temperature

7superconducting materials hold great promise for highly

8 efficient energy storage and transmission, medical

9 diagnostics, magnets for physics research and fusion

10 reactors, and smaller super-computers;

11 (3) if the United States is a world leader in basic

12 research on high-temperature superconducting materials, then

13 programs supporting this research at the Department of

14 Defense, the National Science Foundation, and the Department

15 of Energy should be maintained and strengthened; .

16 (4) there is intense international interest in the

17 commercialization of high~temperature superconducting

18 materials and the key to success in its commercialization

19 lies in the rapid development of these materials and the

20 identification of their applications; and

21 (5) the National Laboratories have demonstrated

22 expertise in high~temperature superconductivity research and

23 have a proven record in research in enabling technologies

24 which can benefit ~ industrial sector efforts in tb&

25 commercialization of new technologies and product

26 development.
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1 SEC. 202. PURPOSES.

2 The purposes of this title are --

3 (1) to provide for research on critical enabling

4 technologies to assist United States industry in the

5 commercialization of high-temperature superconductors;

6 (2) to provide national organization and coordination

7 in the research, development and commercialization of high-

8 temperature superconductors; and

9 (3) to encourage private industry, university, and

10 National Laboratory interaction through centers for research

11 on high-temperature superconductivity at the National

12 Laboratories.

13 SEC. 203. ESTABLISHMENT OF THE HIGH-TEMPERATURE SUPERCONDUCTOR

14 RESEARCH INITIATIVE.

15 The Secretary of Energy shall initiate and carry out a

16 cooperative program of research on enabling high-temperature

17 superconductor technology and on the practical applications of

18 such technology (here-in-after referred to in this title as the

19 "Initiative").

20 SEC. 205. COUNCIL ON ENABLING TECHNOLOGIES.

21 (a) ESTABLISHMENT. -- The secretary of Energy shall form the

22 "Council for Research on Enabling Technologies" (here-in-after

23 referred to in this title as the "Council") that shall be

24 composed or representatives of appropriate government agencies,

25 universities, and industry to provide advice to the Secretary in

26 setting goals and strategies for the Initiative.
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1 (b) DUTIES. -- The Council shall recommend guidelines for

2 the release of the technical findings and developments made by

3 the cooperative research centers established pursuant to

4 subsection (b). Guidelines for releasing technical findings set

5 forth by the Council shall be consistent with guidelines set

6 forth by affected Federal agencies.

7 (c) AVOIDANCE OF DUPLICATION.-- The Council shall keep

8 appraised of activities taking place at the existing Research

9 Centers on Superconductivity and Superconductivity Pilot Centers.

10 In carrying out its responsibilities under subsection (a), the

11 Council shall recommend to the Secretary and such Centers

12 measures to ensure that unnecessarily duplicative research or

13 activities are not being carried out at these Centers.

14 SEC. 206. CENTERS FOR RESEARCH ON ENABLING TECHNOLOGIES.

15 (a) The Secretary shall establish cooperative research

16 centers in enabling technologies for high-temperature

17 superconductingmaterials and applications (here-in-after

18 referred to in this title as "Centers") at one or more National

19 Laboratories with appropriate university and private industry

20 participants.

21 (b) The Centers shall be located at National Laboratories

22 that demonstrate expertise in

23 (1) high-temperature superconductivity research; and

24 (2) research in associated technologies including --

25 (A) thin film and bulk ceramic synthesis and

26 processing; and
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1 (B) characterization of physical, chemical,

2 and structural properties in materials.

3 SEC. 207. PARTICIPATION BY THE NATIONAL LABORATORIES.

4 (a) MISSION OF NATIONAL LABORATORIES.-- The Secretary shall

5 ensure that the National Laboratories oha~~ may participate in

6 the Initiative, to the extent that such participation is

7 consistent with the purposes of this Act.

8 (b) AGREEMENTS.-- The Secretary shall enter into such

9 contracts and agreements, with other Federal agencies, with U.s.

10 private industrial or research organizations, or consortia, or

11 with any college or university, as may be necessary to provide

12 for the active participation of the National Laboratories in the

13 Initiative.

14 (c) REQUIREMENTS. -- The Initiative shall include provisions

15 for one or more National Laboratory to conduct researchL

16 experimental, and development activities relating to high-

17 temperature superconductivity. Such activities may include

18 research. experimental. and development activities in associated

19 technologies (including thin film and bulk ceramic synthesis and

20 processing and the characterization of physical, chemical, and

21 structural properties in materials) .

22 SEC. 208. PERSONNEL EXCHANGES.

23 The Initiative may include provisions for temporary

24 exchanges of personnel between any domestic firm or university

25 referred to in this title and. the National Laboratorie' ~hat are

26 participating in the Initiative. The exchange of personnel may
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1 be subject to such restrictions, limitations, terms and

2 conditions as the Secretary considers necessary in the interest

3 of national security.

4 SEC. 209. OTHER DEPARTMENT OF ENERGY RESOURCES.

5 (a) AVAILABILITY OF RESOURCES.-- SUbject to subsection (b),

6 the Secretary may make available to other departments or agencies

7 of the Federal Government, and to any participant in research and

8 development projects under the Initiative, any facilities,

9 personnel, equipment, services, and other resources of the

10 Department of Energy for the purpose of conducting research and

11 development projects under the Initiative.

12 (b) REIMBURSEMENT. -- At his discretion, the Secretary maYL

13 to the extent practicable, make facilities available under this

14 section only to the extent that the cost of the use of such

15 facilities is reimbursed by the user.

16 SEC. 210. BUDGETING FOR HIGH-TEMPERATURE SUPERCONDUCTIVITY

17 RESEARCH.

18 To the extent the Secretary considers appropriate and

19 necessary, the Secretary, in preparing the research and

20 development budget of the Department of Energy to be included in

21 the annual budget submitted to the Congress by the President for

22 fiscal years 1990, 1991, 1992, 1993, 1994, and 1995 under section

23 1105(a) of title 31, United States Code, shall provide for·

24 programs, projects, and activities that encourage the

25 development of new technology in the field of high-temperature

26 superconductivity.
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1 SEC. 211. COST-SHARING AGREEMENTS.

2 (a) PERMITTED PROVISIONS. -- The Secretary shall ensureL

3 pursuant to title I, that contracts for the operation of National

4 Laboratories provide the director of each National Laboratory

5 that is participating in the Initiative or the contractor

6 operating any such National Laboratory the authority to receive

7 funds under any cooperative research and development agreement

8 entered into with a domestic firm or university under the

9 Initiative.

10 (b) CONSIDERATIONS. -- The director of each National

11 Laboratory that is participating in the Initiative, in

12 determining the type and extent of its laboratory participation

13 in carrying out work for others, shall undertake such work only

14 when facilities are available and there use would not interfere

15 with Department of Energy programs, and such DQ± create a future

16 detrimental burden on the National Laboratory.

17 (c) LIMITATIONS. -- (1) Not more than 10 percent of the

18 annual operating budget of any National Laboratory may be derived

19 from non-appropriated funds derived from contracts entered into

20 under the Initiative, except to the extent approved in advance by

21 the Secretary.

22 (2) Under subsection (a), no National Laboratory may

23 receive more than $10,000,000 of non-appropriated funds, or

24 the equivalent of such amount, from any person under any

25 cooperative research and development agreement entered into

26 under the Initiative, except to the extent approved in
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1 advance by the Secretary.

2 SEC. 212.

3 eVERS%6H~-REhA~%N6-~e-~HE-%N%~%A~%VE~

4 iaT-B%SAPPReVAb-ANB-MeB%P%eA~%eN-ep-A6REEMEN~S~----i%T-~he

5 Seere~ary-may-re~~ew-a-eeepera~~~e-reeeareh-and-de~e%opmen~

6 aqreemen~-£or-bhe-p~rpoee-o£-d~eappro~~nq-or-re~~r~nq-bhe

7 mod~£~ea~~on-o£-~he-eoepora~~~e-reeeareh-and-de~e%epmen~

8 aqreemen~~--Eaeh-e~eh-aqreemen~-~ha%%-pro~~de-a-3e-day-per~od

9 w~~h~n-wh~eh-~he-aqreemen~-may-he-d~~appro~ed-or-med~£~ed-hy-~he

10 Seere~ary-heq~nn~nq-on-~he-da~e-~he-aqreemen~-~e-~~hm~~~ed-~o-~he

11 Seere~ary~

12 i~T-%n-any-eaee-~n-wh~eh-~he-Seerebary-d~eapproYee,-or

13 re~~ree-~he-mod~£~ea~~on-o£,-any-aqreemen~-~~hm~~~ed-~o-~he

14 Seere~ary-~nder-~h~e-eee~~on,-w~~h~n-3e-daye-a£~er-e~eh

15 e~hm~~e~on,-~he-Seerebary-~ha%%-~ranem~~-a-wr~~~en-exp%ana~~on-o£

16 ~~eh-d~eappro~a%-or-mod~£~ea~~on-~e-~he-head-o£-~he-Na~~ona%

17 ~ahora~ory-eoneerned~

18 19L RECORD OF AGREEMENTS. -- Each National Laboratory shall

19 maintain a record of all agreements entered into under this

20 subtitle section and submit such record to the Secretary on an

21 annual basis.

22 SEC. 213. AVOIDANCE OF DUPLICATION.

23 In carrying out the Initiative, the Secretary shall ensure

24 that unnecessarily duplicative research is not performed at the

25 research facilities of the Department of Energy (including the

26 National Laboratories) that are participating in the Initiative.
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1 TITLE III. GENERAL PROVISIONS

2 SEC. 301. AUTHORITY OF THE SECRETARY.

3 (a) Nothing in this Act may be construed to affect or limit

4

5 (1) the authority of the Secretary to control all

6 classified or sensitive (as defined pursuant to section 148

7 of the Atomic Energy Act of 1954, as amended) research

8 contracts and agreements to which the Department of Energy

9 or a National Laboratory is a party; or

10 (2) the vesting of title in the Department of Energy of

11 all intellectual property that is made under classified or

12 sensitive (as defined pursuant to section 148 of the Atomic

13 Energy Act of 1954, as amended) research in a National

14 Laboratory or in a facility of a collaborative party under a

15 cooperative research and development agreement and that is

16 classified or sensitive.

17 SEC. 302. REGULATIONS.

18 (a) Within 180 days after the date of the enactment of this

19 Act, the Secretary shall prescribe regulations for implementing

20 sections 102, 303, and 304. In prescribing such regulations the

21 Secretary shall provide opportunity for public comment on

22 proposed regulations.

23 (b) Any such regulations shall be guided by the purpose of

24 this Act.

25 (c) Before the Secretary issues regulations under this

26 section, the Secretary shall consult with the Office of Federal
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1 Procurement Policy to review such regulations for consistency

2 with this subtitle.

3 SEC. 303. PATENT OWNERSHIP AND THE CONDITIONS OF OWNERSHIP.

4 (a) DISPOSAL OF TITLE TO INVENTIONS. -- Notwithstanding

5 section 152 of the Atomic Energy Act of 1954 (42 U.S.C. 2182),

6 section 9 of the Federal Non-nuclear Energy Research and -

7 Development Act of 1974 (42 U.S.C. 5908), or other provision of

8 law, the Secretary shall dispose of the title to any subject

9 invention made in the performance of a Department of Energy

10 contract to manage or operate any National Laboratory in the same

11 manner as applied to small business and nonprofit organizations

12 under Chapter 18 of, title 35, United States Code, except that a

13 condition of such disposal shall be the retention by the United

14 States of a royalty-free license to use such subject invention

15 for United States Government purposes.

16 (b) RETENTION OF TITLE BY UNITED STATES. -- (1) Whenever a

17 manager, operator or employee of a National Laboratory under a

18 contract makes a subject invention to which the Secretary has

19 determined (at the time of contracting for the management and

20 operation of the National Laboratory) to retain title for

21 exceptional circumstances under section 202(a) (ii) of title 35,

22 United States Code, the title to the subject invention shall be

23 retained by the Government unless the National Laboratory at

24 which the invention is made requests title to such invention and

25 the Secretary does not notify the director of the National

26 Laboratory--
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(A) within 90 days after receipt of. such request that

the subject invention is covered by a determination under

such section 202 (a) (ii); or

4 (B) within 150 days after receipt of such request that

5 the subject invention has been classified or has been

6 designated sensitive technical information as authorized by

7 section 148 of the Atomic Energy Act of 1954.

8 (2) When~ver a manager or operator of a National

9 Laboratory makes a subject invention to which the Secretary has

10 determined (at the time of contracting for the management and

11 operation of the National Laboratory) to retain title because the

12 invention is made in the course of or under a funding agreement

13 described in section 202(a) (iv) of title 35, United States Code,

14 the title to the subject invention shall be retained by the

15 Government unless the director of the National Laboratory at

16 whi.ch the invention is made requests title to such invention and

17 the Secretary does not notify the director of the National

18 Laboratory w~~h~~-ge-aay~-af~er-reee~p~-of-~~eh-reqae~~-~ha~-~hedrOp
-=

19 ~~Ye~~~o~

20 (A) within 150 days after receipt of such request that

.21 the subject invention has been classified or has been

22 designated sensitive technical information as authorized by

23 section 148 of the Atomic Energy Act of 1954; and

24 (B) within 90 days after receipt of such request that the

25 subject invention is covered by a determination under such

26 subsection 202(a) (iv).
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1 (3) The Secretary may not use export control statues or

2 regulations as the sole basis for refusing a request for title to

3 a subject invention.

4 (4) If the Secretary does not notify the director of the

5 National Laboratory that has requested title to a subject

6 invention in accordance with this section, such National

7 Laboratory shall be deemed to have elected title to the invention

8 under the Government-wide contractor patentable ownership

9 provisions of Chapter 18 of title 35, United States Code.

10 (c) The Secretary may, by rule with notice and public

11 comment under 5 U.S.C. 553, exempt from the operation of

12 subsection (b) any category of inventions that he determines is

13 directly related to research and development on the design,

14 manufacture, or utilization of any nuclear weapon or component.

15 SEC. 304. INTELLECTUAL PROPERTY.

16 (a) CONTRACT PROVISIONS. -- Any Department of Energy

17 contract for the management or operation of a National

18 Laboratory shall provide --

19 (1) that any royalties or income that is earned by the

20 manager or operator of a National Laboratory from the

21 licensing of laboratory-owned intellectual property rights

22 in any fiscal year shall be used as authorized under

23 subsection 202(c) (7) (E) of title 35, United States Code and

24 Section 13 (a) (1) (B) (i) - (iv) and section 13 (a) (2) - (4) of the

25 Stevenson~Wydler Technology Innovation Act of 1980 (15

26 U.S.C. 3710c (a) (1) (B) (i) - (iv) and 3710c (a) (2) - (4); and
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1 .. (2) that the costs of obtaining and protecting

2 intellectual property rights in any invention or computer

3 software, owned by the National Laboratory shall be paid for

4 by the laboratory manager or operator as a cost shared

5 expense under a cooperative research and development

6 agreement.

7 (b) The Secretary shall ensure that all intellectual

8 property granted to a laboratory manager or operator shall be

9 subject to a royalty-free license to use and reproduce such

10 intellectual property for united States Government purposes.

11 (c) The Secretary shall establish procedures to have the

12 management of intellectual property rights, including

13 procurement, retention, and licensing of such rights, in

14 connection with laboratory-owned inventions and computer

15 software, be the responsibility of the director of the National

16 Laboratory at which the invention or computer software are made,

17 developed or assigned.

18 (d) The Secretary shall prescribe regulations, orders, or

19 directives prohibiting any laboratory manager or operator who has

20 received title to intellectual property under this section from

21 receiving money or other benefit from the use or licensing of

22 such property for the benefit of the laboratory manager or

23 operator, except for research and development associated with

24 activities at the National Laboratory to promote technology

25 transfer as authorized bylaw, or in special circumstances, as

26 may be approved by the appropriate Department of Energy
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1 Operations Office manager.

2 (e) COMPENSATION. -- (1) Subject to paragraph (2), in return

3 for retaining title to any intellectual property rights in any

4 invention or discovery made in performance of a Department of

5 Energy cooperative research and development agreement, the

6 manager or operator of any National Laboratory shall pay to the

7 United States reasonable compensation based on the value of the

8 technology transferred. The amount of the payment arising as a

9 result of the transfer shall be set by an arbitration board

10 consisting of one member selected by the manager or operator of

11 the National Laboratory, one member selected by the Secretary,

12· and one member jointly selected by the manager or operator and

13 the Secretary. In determining the payment, the arbitration

14 boards shall set an amount that is proportionate with the

15 research and development costs funded by the United States. The

16 arbitration board shall hav~ discretion to permit the payment to

17 be made in installments according to the extent the manager or

18 operator uses or employs the intellectual property.

19 (2) Paragraph (1) shall not apply if:

20 (A) the contract manager and operator is operating

21 the National Laboratory for no profit or fee beyond

22 expenses; and

23 (B) such contract manager or operator is offering

24 the intellectual property for fair market value and any

25 value or royalties the contractor derives from the

26 intellectual property will be returned to the National
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1 Laboratory or the Federal Treasury in accordance with

2 Section 202 (c) (7) (E) of title 35, united States Code.

3 SEC. 305. MARCH-IN RIGHTS.

4 The Secretary may require the licensing to third parties of

5 all intellectual property owned by the laboratory manager or

6 operator that is subject to the provisions of this subtitle in

7 the same manner as provided under section 203 of title 35, United

8 States Code.

9 SEC. 306. OVERSIGHT.

10 (a) The Secretary, the Inspector General of the Department

11 of Energy, and the Comptroller General shall conduct periodic

12 audits of activities of the National Laboratories under this

13 Act.

14 (b) Nothing in this Act diminishes the responsibility of

15 the Secretary to keep Congress fully and currently informed or

16 the right of Congress to review and receive information with

17 respect to any agreement, license, or intellectual property

18 subject to this Act.

19 SEC. 307. COPYRIGHTS AND PATENTS.

20 This title does not confer any new authority on the

21 Department of Energy to obtain a copyright or a patent.

22 SEC. 308. LIABILITY OF THE UNITED STATES.

23 The united States may not be held liable for a claim

24 brought by any person alleging injury resulting from a product

25 embodying intellectual property or from a product produced

26 through the use of intellectual property acquired under this
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1 subtitle. The preceding sentence does not apply to such a

2 product if the product is produced by the Federal Government or

3 at the request of the Federal Government.

4 SEC. 309. EFFECTIVE DATE.

S This Act shall take effect 180 days after the date of the

,6 enactment of this Act (regardless of whether regulations have

7 been promulgated under section 302). The Secretary shall

8 immediately enter into negotiations with each laboratory manager

9 or operator to amend all existing contracts for the operation of

10 the National Laboratories, to reflect this Act.


