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99TH CONGRESS ·H··. R ·37·7··3··
1ST SESSION ..' .. '.' .

[Report No. 99...283]

IN THE SENATE OF THE UNITED STATES

DECEMBER 11 (legislative day, DECEMBER 9), 1985

Received; read twice and referred to the Committee on Commerce, Science, and
Transportation

MARCH.~O (legislative day, MARCIIJ8),J986

Ordered, that when reported by the Committee on Commerce, Science and Trans
portation; the bill be referred to the Committee on the Jndiciary for. a period
not to exceed thirty calendar days to consider sections 4, 5, 6, and 7.

APRIL 21, 1986

Reported by Mr.PANFPRTH,with amendment

[Strike out all after the enacting clause and insert the part printed in italic]

APRIL 21, 1986

Sequentially referred to the. Oommittee on the Judiciary for It period not to extend
beyond thirty calendar days, for the purpose of considering sections 4, 5, 6,
and 7, pursuaot to the orderof March 20, 1986

MAy 21 (legislative day, MAY 19), W86
Committee discharged; placed on the calendar

AN ACT
. " , '".,'... <.... .", ,

To ame~d the Stevenson-Wydler Technol~gy Innovation Act of

1980 to promote techIi()I()gytrallllfer bya,utllorizing Gov-
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1 "seetiefi·.fB!.!.ffithe Iftllilitef ~feee8ffif'stth~llJfaf'Fll;flh W ftBd

2 ffiseftiftf' ffi lieti: thefeef "seetieft H-'!-,

3 That this Act may be cited as' the "Federal Technology

4 Transfer Act of1986".

5 UTILIZATION OF FEDERAL TECHNOLOGY

6 SEC. 2. (a) Bection11(a) of the Stevenson- Wydler

7 Technology Innovqtion Act of 1980 (15 U.$.C. 3710(a)) is

.. 8 amended-.

9 (1) by inserting "(1) " ,after "POLICY.-"; and

10 (2) by adding at the end thereof the following:

11 "(2) Each laboratory director shall ensure that efforts to

12 transfer technology are considered positively in laborqtory job

13 descriptions, employee promotion policies, and evqluation of

14 the job performance of scientists and e'f)gineer.s in the labora-

15 tory.".

16 (b)(1) Section 11(b) of suchAct (15 U.S.C. 3710(b))is

17 amended-.

18 (A) by striking "a total amount budget exceeding

19 $20,0(jO,000shall prooide at least one professional in-

20 dividual full-time" and inserting in lieu thereof "200

21 or more fullctime scientific" engineering, and related

22 technicalpositionssh,all provideo~e or more full-time

23 equivalent positions";

24 (B) by. striking "requirements iset forth in (1)

25 and/or (2) of this subsection" and inserting in lieu

eBR 3773 pes
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1 thereoj "requirement set forth in clause (2) of the pre-

2 . ceding sentence ";and,

3 (C) by striking "either requirement (1) or (2)" in

4, the last sentence and inserting in lieu thereof "such

5 .". requirement .

6(2) Section 11(c) of such .Act (15 U.S;C. 3710(c))is

7 amended-

8 (A) by amending paragraph (1) to read as fol-

9 lows:

10 "(1) to prepare application.assessments for select-

11 edresearchinul development projects in which that lab-

12 oratory is engaged and which in the opinion ofthe lab,

13 oratory may have potential commercial applications; ";

14 (B) by striking "the Center for the, Utilization of

15 Federal Technology" in paragraph (3) and inserting in

16 lieu thereof "the National Technical Information Sero-

17 ice, the Federal Laboratorq Consortiumfor .Technology

18 Transfer,", and by striking"; and" inserting in lieu

19 thereof a semicolon;

20, (C) by striking "in response to requests from

21 State and Iocal.qooernment officials."in paragraph (4)

22 and inserting in lieu thereof "to State and local glJv-

23 ernment officials; and"; and

24 (D) by adding .afterparagi;aph (4) the following:

.UR 3773 pes
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1"(5) tcparticipate, where feasible,in regional, State,

2 and local government programs designedto facilitate or

3 stimulate >the transfer of technology for the benefit of

4 the region, 'State, or local. jurisdiction in which the

5 Federal laboratory is located.".

6 (c) Section 11(d) of. such Act (15 US.C. 3710(d)) is

7 amended-

13 (2) by striking paragraph (2);

14 (3) by striking "existing" in paragraph (3), and

15 redesignating suck paragraph as paragraph (2);

16 (4) by strikinrFparagraph(4) and inserting tn

17 lieuthereoithe following:

18 "(3) receive requests for technical assistance from

19 State and local governments, respond to such requests

20 with published information availablelo the Service,

21 and refer such requests to theFederal Laboratory Con-

22 sortium for Technology Transfer to the extent that suiJh

23 requests require a response involving more than the

24 published information available to the Service; ";

eRR 3773 pes
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1 (5) by redesignating paragraphs (5) and (6) as

2 paragraphs (4) and (5), respectively; and

3 (6) by striking "(0)(4)" in paragraph (4), as so

4 redesignated, and inserting in lieu thereof "(c)(3)".

5 (d) Section 11(e)of suck Act (15 U.S.C. 3710(e)) is

6 amended by striking· "Center for the Utilization of Federal

7 Technology" and inserting in lieu thereof "Secretary".

8 ESTABLISHMENT OFFEDERAL LABORATORY CONSORTIUM

9 FOR TECHNOLOGY TRANSFER

10 SEC. 3. Section 11 of the Stevenson- Wydler Technolo-

11 gy Innovation Act of 1980 (15 U.S. C. 3710), is amended by

12 section 2 of this Act, is further amended-s-

13 (1) by redesignating subsection (e) as subsection

14 (f); and

15 (2) by inserting after subsection (d) the following:

16 "(e) ESTABLISHMENT OF FEDERAL LABORATORY

17 CONSORTIUM FOR TECHNOLOGY TRANSFER.-(l) There is

18 hereby established the Federal Laboratory Consortium for

19 Technology Transfer (hereinafter referred to as the 'Consorti

20 um') which, in cooperation. with Federal laboratories and pri

21 vate sector, shall-

22 "(A) develop and, with the consent of the Federal

23 laboratory concerned, administer teohniques, training

24 courses, and materials concerning technology transfer

25 to increase the awareness of Federal laboratory em-

eRR 3773 PCS
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1 ployees regarding the commercial potential of labora-

2 tory technology and innovations;

3 ,,(B) furnish advice and assistance requested by

4 Federalcagencies and laboratories. for, use in their tecb-

5 nology 'transfe.rprograms (including the planning of

6 seminars for small businesstuui other industry);

7 "(C) provide a clearinghouse, at .the laboratory

8 . level, for requests for technical assistance from States

9 and units of local governments, businesses, industrial

10 development organizations, not-for-profit orqanizatums

11 (including universities), Federal agencies and laborato-

12 ries, and other persons, and-

13 . "(i) to .theextent. that a response to such re-

14 quests can be made with published information

15 available to the National Technical Information

16 Service,refer such requests to that Service; and

17 "(ii) otherwise refer such requests' to the ap~

18 propriate Federal laboratories and agencies;

19 "(D) facilitate communication and coordination

20 between Offices of Research and Technology Applied-

21 tions of Federal laboratories;

22 "(E) utilize (with ,. the consent of the agency in-

23 volved) the expertise and services of the National Sci:

24 erwe Foundation, the Department of Commerce, the

eRR 3713 pes
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1 National Aeronautics and Spoc« Administration, and

2 other Federal agencies, as necessary;

i3 "(F) with the consent of qny Federal laboratory,

4 facilitate the use by such laboratory. of appropriqte

5 technology transfer mechanisms such as personnel ex-

6 .changes and computer-based systems;

.7 "(0) with the consent of any. Federal laboratory,

8 assist such laboratory to establish. programs, such. as

9 technical oolunteer services, for the purpose of provid-

10 ing technical assistance tocommunuies relatedto suc~

11 laboratory; and

12 "(H) facilitate communication and cooperation be-

13 tween OfficesofResearch and Technology Applications

14 of Federal laboratories. and regional, State, and. local

15 technology transfer organizations.

16 "(2) The membership of the Consortium shall consist of

17 the Feder;qllaboratories described in clause (1) of subsection

18 ,(b) and such other .laboratories as mqy choose to join the

19 Consortium. The representatives to the Consortium shall in

20 elude a senior staff member ofeach Federal laboratorywhich

21 is a member of the Consortium and a representative ap

22 pointed from each Federal agency with· one or more

23 member laboratories.

24 "(3) The representatives to the.Gonsortium shall elect a

25 Chairman of the Consortium.
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1 "(4) The Directoro] the National Bureau of Standards

2 shall provide the Consortium, on a reirnbursable basis, with

3 administrative services, suchds office space, personnel, aiid

4 support services ofthe Bureau, as requested by the Consor

5 tiumomd. approved by such Director.

6 "(5) Not later than 1 year after the date of the enadt

7 ment of this subsection, and every year thereafter, the Chair-

.8 rnan of the Consortium shall submit a report tothe President,

9 to the appropriate authorization and appropriation commit

10 tees of both Houses ofthe Congress, and to each agency with

11 respect to which a transfer of funding is made (for the fiscal

12 year6r years involved) under paragraph (6), concerning the

13 activities of the Consortium and the expenditures made by it

14 under this subsection during the year for which the report is

15 made.

16 "(6)(A) Subject to subparagraph (B), an amount equal

17 to 0.005 percent of that portion of the research and develop

18 mentbudgetof each Federal agency that is to be utilized by

19 thelaboratories of such agency for a fiscal year referred to in

20 suHparagraph(B)(ii) shall be trans{erred b)jsuch agency ito

21 the National Bureau ofStandardS at the beginning of the

22 fiscal year involved. Amounts so transferred shall be provided

23 by the Bureau to the Consortium forthepurposed{ca1'rying

24 out activities of the Consortium under this subsection.

eRR 3773 res
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1 "(B) A transfer maf/be made byariy Federal agency

2 under subparagraph (A), for any fiscal year; only it-

3 "(i) the amount so .transferred by that agency (as

4 determined under . such subparagraph) would exceed

5 $10,000; and

6 "(ii) such transfer is made with respect to the

7 fiscal year 1987, 1988, ·1989,1990, or 1991.

8 "(C) The heads of Federal agenoies dnd their designees,

9 and the directors ofFederdl laboratories, may provide such

10 additional support for operations of the Consortium as they

11 consider appropriate.

12 FUNCTIONS OF THE BECRETARYOF COMMERCE

13 SEC. 4. Section 11 of such Act (15 U.S.C. 3710), as

14 amended by this Act, is further amended by adding at the

15 end thereof the following:

16 "(g) FUNCTIONS OF THE SECRETARY.'-'--'(1) The Sec

17 retary, in:consultation .with other Federal·agencies, may-

18 "(A) make aoailoble: to interesteddgencies the

19 expertise of the Departmentof Uommerce regarding tlie

20 commercial potential of inventions and methods and

21 options for commercialieatum:which are' dvailable to

22 Federal laboratories,includi'ng research and develop-

23 ment limited partnerships;

24· "(B) develop and disseminate to appropriate

25 agency and laboratory) personnel model provisions for
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1 use ona vol1tntary basis in cooperative research and

2 developm~nt .arrangements; and

3 "(C) furnish (ldvice and assistance, upon request,

4 to F'ederal.agenqies concerning their cooperative re-

5 search and development programs .and projects.

6 "(2). Two\years after the date of enactment of this sub-

7 section,andevery2 years thereafter, the Secretary shall

8 submi: a report t(j the President and the.Congress on the use

9 by· the.agencies andtlte .secretary oithe authorities specified

10 in this Act. Qther Federal agencies. shall, to the extent per"

11 muted by law, provide the Secretary .with all. information

12 necessary to prepare suchreports.",

13 COOPERATIVE RESEARCH AND DEVELOPMENT

14 AGREEMENTS

15 SEC. 5. The Stevenson- Wydler 1)~chnology Innovation

16 Act 0{1980 is amended by redesignating sections 12 through

17 15 as sections 15 through 18, respectively, and by inserting

18 afterseqtion11 the following:

19 "SEC. 12. COOPERATIVE RESEARCH AND DEVELOPMENT

20 AGREEMENTS.

21 "(a) GENERAL AlfTIfORITY.-(1) Each Federal

22 agency. rnaypermit the director of any of its Government

23 operated Federal laboratories-s-

24 "(A) to enter into cooperative research and deoel-

25 opmentarrangements (subjectto such regulations or

26 review procedures as the agency considers appropriate)

.DR 3773 PCS
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1 unth: other Federal agencies, units of State or local

2 government, industrial organizations (including corpo-

. 3 rations, partnerships, and limited partnerships), public

4 and private foundations, non-profit organizations (in-

5 cludinguniversities), or other persons (including

6 licensees of inventions owned by the Federal agency);

7 and

8 ''(B) to negotiate licensing agreements under sec-

9 tion 207 of title 35,United States Code, or other au-

10 thorities for Government-owned inventions made at the

11 laboratory and other inventions of Federal employees

12 that may be voluntarily assigned to the Government.

13 "(2) Under arrangements entered into pursuant topard~

14 .graph (1), a laboratory may-

15 "(A) accept funds, services,and property from col-

16 laborating parties and provide services and -propertqto

17 collaborating parties;

18 ."(B) grantor agree to grant in advance to a col-

19 laborating party patent licenses, assignments; or

20 options thereto,in any invention made by a Federal

21 employee under the arrangement, retaining such rights

22 as the Federal agency considers appropriate;

23 "(C) waive, in whole or in part, any right of

24 ownership which the Government may have under any

25 other statute to anyinventio~s made by a collaborating
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6304, and 6305 of title 31, .Ihiited. States Code; and

"(2) 'laboratory' means a facility or group of

facilities oumed.Leased, or otherwise used by a Federal

"(b) D,EFJNITION.-.As ysedin this. section, the term-.

"(1) 'cooperative.research and development agree

ment' means ,any agreement between one or .rn-0re Fed

eral lOrboratories and one or. more tum-Federal parties

under which the Government provides personnl3l, serv

ices, facilities, equiprn-ent, or other .resources (but not

.... funds to npn,Federal parti(3s)(j,nq the. non-Federal par

ties provide funds, personnel, services, facilities, equip

ment, or other resources toward the conduct of specifieq

research. or. development efforts which are consistent

with t~13 missions of the agency, except that such term

does no.t includea procurement contract or cooperative,.' . . .

agreement as those te'l'rrtsare used in sections 6303,

·1 pCfrty or errmloyee of a collaborating party under the

2 arrangement;(j,nq

3 "(D) (0 the extent consistent with any applicable

4 (j,gency requirementscpermu. employees or. former em-

5 ployees to the laboratory to participate in efforts. to

6 commercialize imoentums they made while in. the sere-

7 ice of the United States.

8 "(3) Each agency shqll main,ta.ina r13cord of all agree-

~ ments entered into unde'l'this section.

10

11

12

13

14

15.
16

17

18

19

20

21

22

23

24

25
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1 agency,.a sybstantial purpose of which is the perform-

2 amce of research and development by employees of the

3 Federal Government.".

4 "(c) RELAT/ONSHIP TO QTI[ER LA wS.-Nothing in

.5 this section is intended to limit or diminishexisti:ng authori

6 ties of any agency. ".

7 REWARDS FOR SCIENTIFIC, ENGINEERING,AND

8 TECHNICAL PERSONNEL OF FEDERAL AGENCIES

9 SEC. 6. TheSteoenson- Wydler Technology Innovation

10 Act of1980, as amended by this 4ct, is further amended by
. '. . . .', ." ,

11 inserting after section 12.the following:

12 "SEC. 13. REWARDS FOR SCIENTIFIC, ENGINEERING, AND TECH-

13 NICAL PERS0ltlNEL OF FEDERAL.AGENCIES.

14 "(a) CASH A WARDS PROGRA¥.~The· head. of. each.

15 Federal agency that is making expenditures at a rate of mp~e

16 than $50,POO,pOO per fiscal year for research and develop

17 ment in its Governrnent,operated laboratories shall use the

18 appropriate statu,tory authority to develop and implement a

19 cash aW(j,rds program to reward its scientific, engineering,

20 andteohmicol personnel.ior-s-.

21 "(1) intentions, innovations, or other outstanding

22 spientific or technological contributions of value to the

23 United States due to commercial applications or due to

24 contributions to milJsions ofthe Federal. agency or the

25 Federal Gove.rnment; and
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1 "(2) exemplary activities that promote the domes-

.2 tic transfer of science and technology developed within

3 the Federal Government and result in· utilization of

4 such science and technology by American industry or

5 business, universities, State or local governments, or

6 other non-Federal parties.

7 "(b) PAYMENT OF ROYALTIE8.-·Any royalties or

8 otlter income received by an· agency·from the licensing or as

9 signment of inventions under this section or under section

10 207 of title 35, United States Code, or other authority shall

11 be retained by the agency tohose laboratory produced the in

12 vention, except-that Heginning with fiscal year 1988, such

13 royalties or oth/er income shall be subject to appropriations,

14 and shall be dispol3edof as follows:

15 "(1) At least 15 percent of the royalties or other

16 income received each year by the agency on account of

17 any imoentum. shall be paid to the inventor or coinven-

18 tors if they were employees of the agency at the time

19 the invention was made. Payments made under this

20 paragraph are in addition to the regular pay oithe em-

21 ployee and to any awards made to that employee, and

22 such payments shall not affect the entitlement or limit

23 the amount of the regular pay, annuity, or other

24 awards to which the employee is otherwise entitled or

25 for which the employee isotherunse eligible.

• DR 3173 PCS
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1"(2) The. balance of any royalties or related

2 income earned during. qny fiscal year after paying the

3 inventors' portions under parqgraph (1) shall. be trans-

4 ferred to. the agency's Gooemment-operated. laboratories

5 with a substantial percentage being returned to the lab-

6 watories whose inventions produced the royalties or

7 income. Such royalties or income mayb~ retained by

8 the laboratory up to the limits specified in this para-

9 graph,a.nd used-

10 "(A) for mission-related researeh-omd devel-

11 opment of the. laboratory;

12 "(B) to support depelopment and education

13 programs for employees of the laboratory;

14 "(e) to re1J)ard employees olthe.lab()ratory

15 for contributing to the development of new technol-

16 ogies arid assisting in the transfer of technology to

17 the private s~ctor, and for inventions of value to

18 theG()vernment that unll. not produ.ce royalties;

19 ':(D) to further scientiiio exclumqe to a'l!-d

20 fromthe.laborqtory;qrld

21 ~:(FJ) for payment of patent~'l!-g C()sts and fees

22 and other expens~s incidental to .promoting, . ad-

23 ministering~ and. licens.ing.inv~'l!-ti()'l!-s, inclurJing

24. the [ees er cost~ fqrservi(Jes. ofother agencies or'.
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1 other persons or or'gd/nizations for invention rnan-

·2 agement and licensing services.

3 If the balance for' anylaboratoryJ'"afterpaying the in-

4ventors''sharesunder paragraph (1) exceeds 5 percent

5 of the annual budget of the laboratory, 75 percent of

6 the excess shall be paid to the Treasury ojthe United

·7 States and the remaining 25 percent shall be used for

8 ··the piiiposeslisted insubparagraph8(A) through (E),

9 by the end of the fiscal year subsequen(tolhe one in

10 which they were received. Any fU'nds not so used or ob-

11 ligated by the endof'suck fiscal year-shall be paid to

12 the Treasuryofthe United States.

13 "(c)· ASSIGNED INVENTIIJNS.-If the invention was

14 oneussigned to the agency either (1) by a contractor, grantee,

15· or the recipient of aoooperative agr~ement ofthe agency, or

16 (2)hy an employee of the agency thatwas not working in the

17 labOratory at the tirrie the invention was made, the agency

18 unit that funded or employed or assigni3d the assignee shall,

19 for puiposes·ofthis section'be considered to be a laboratory;

20 "(d) REPORTS.-In rriakingtheir'annual budget sJb

21 rriissions, Federal agencies shall~ubrnit to the appropriate

22 authoriiationandappropriatiorisoomrriittees of both Houses

23 of the Congress sumrriariesof the aml.>il//ttof royalties or other

24 income rec~ived andexpenllitures rriaM{inCluding invento'T'

25 awards) under this section. ".

eRR 3773 PCS
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1 'EMPLOYEE ACTIVITIES

. 2 SEC. ·.7. The Stevensonc'Wydler Technology Innovation

3 Act of 1980, as amended by this Act, is [urtherumended by

4 inserting after section 13 the following:

5 "SEC. I4.EMPLOYEBACTIVITIBS;

6 "(a) IN GENERAL.-., If a Federal agency which has the

7 right olownership to an invention under th{s Act does not

8 intend to file for a patent application or otherwise to promote

9 commercialization of such>invention, the agency may allow

10 the inventor, if the inventor is a Government .employee or

11 former employee who made the invention during the course of

12 emplbymentwith the Government, to retain title to the inven

13 tion (subject to reservation by the Government old nonexclu

14 sive, nordransierrable, irrevocable, paid up license to practice

15 Or have practiced the invention throughout the world by or on

16 behalf of the Government). In addition, the agency may con

17 dition the inventor's right to title on the timely filing of a

18 patent application in cases when the Government determines

19 that it has or may have a need to practice the invention.

20 "(b) DEFINtTlON;--:;-Forpurposes of this section, Feder

21 al employees include 'speeial:Government employees' as de

22 fined in section 202 of title 18, United States Code;

23 "(C).RELATIONSHIPTO OTHER.LAws.-Nothing tn

24 this section is intended to limit or diminish existing authori

25 ties of any agency. ".
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1 MISCELLANEOUS AND. CONFORMING AMENDMENTS

2 SEC. 8. (a)Bection100f the Stevenson-Wydler Tech-

3 nologylnnovation Act of 1980 (15 U. S. C. 3709) is repealed.

4 (b)(1) Section 3(2) ofsuch Act (15 U. S. C. 3702(2)) is

5 amended by striking "centers for industrial technology" and

.6 inserting in lieu thereof "cooperative research centers ",

(2) Section 4 of such Act (15 U.S.C. 3703) is amend-7

8 ed-

9

10

11

12

13

14

(A) by striking "Industrial Technology "in para

graph (1) and inserting in lieu thereof "Productivity,

Technology, and Innovation ";

(B) by striking ''Direotor'means the Director of

the Office of Industrial Technology" in paragraph (3)

and inserting in. lieu thereof 'Assistom; Secretary'

15 rneansthe Assistant Secretary for Productivity, Tech-

16 nology, and Innovation";

17 . (C) by striking "Centers lor Industrial Teohnolo-

18 gy" in paragraph (4) and inserting in .. lieu. thereof

19 "Cooperative Research Centers";

.20 (D) by striking paragraph (6), and redesignating

21 . paragraphs (7) and(8) as paragraphs (6) and (7), re-

22 spectively;.and

23 (E) by striking "owned and funded" in para-

24 graph (6),> as so redesignated, and inserting in lieu
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22 (8) Section 6(b)(1) ofsuch Act (15 U.KC. 3705(b)(1))

2,3 is amended by striking "basic and applied".

24 (9) Bection6(e) of such Act (15.U.S.C. 3705(e))ls

25 amended to readasiolloios:

41

thereof "owned, leased, or otherwise used by a Federal

2 agency.and funded".

3 (3) Section 5(a) ofsuch Act(15 U.KC. 3704(a)) is

4 amended. by striking "Industrial Technology" and inserting

5 in lieu thereof "Productivity, Technology, and Innovation".

6 (4) Section 5(b) of such Act (15 U.S.C. 3704(b)) is

7 amended by striking "DIRECTOR" and inserting in lieu

8 thereof ''ASSISTANT SECRETARY", and by striking all from

9 "a Director ojthe Office" and inserting in lieu thereof "an

10 Assistant Secretary forProductivity, Technology, and .lnmo

11 vation.".

12 (5) Bection5(c) of such Act (15 U.S.G. 3704(c)) is

13 amended by,striking "the Director" each place it appears and

14 inserting in lieu thereof "the Assistant Secretary".

15 (6) The heading of section 6 of such Act is amended to

16 read as follows:

17 "SEC. 6. COOPERATIVE RESEARCH CENTERS.':

18 (7) Section 6(a) ofsuch Act (15 U.S.C. 3705(a)) is

19 amended by striking "Centers for Industrial Technology"

20 and inserting in lieu thereof "Cooperative Research Cen

21 .tere":
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'1 "(e) RESEARCH,AND DEVELOPMENT UTILIZATION.-···

2 In the promotion of technological innovation and commercial

3 izatiorfof research and.development efforts by Centers under

4 this section, chapter4B oftitleB5, Uni(edBtates Code, shall

5 apply.".

6 (10) Bection6(f) 'of such Act (15. U.S. C. 3705(f))is

7. repealed.

8 (11) The heading of section 8 ofsuch Aot is amended by

9 striking "CENTERS FOR INDUSTRiAL TECHNOLOGY" and

10 inserting in lieu thereof'!COOPERATIVE RESEARCH CEN~

11 TERS".

12 (12) Section B(a) of such Act (15 iU.B.G. 3707(a)) 'is

13 amended by striking "Cen(ers for Industrial Technology"

14 and inserting in lieu thereof "Cooperative ReeeardiUen

15 ters".

16 (c) Section 4 of such Act (15 U.S.C. 3703), as amend

17 ed by subsection (b)(2) ofthis section, is further amended by

18 adding at the end thereof the following:

19 "(B) 'Federal agency' ', means any' executive

20 agency as defined in,'. section '105 of title 5, United

21 States Code, and the military departments, as defined

22irf section" 102, of such title.

23 "(9)'Fnverttion' means any invention or discovery

24 inhichis or may be patentable or otherwise protected

25 under title 35, United States Code, or any novel varie-
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1 ty of plant which is or may be protectable under the

2 Plant Variety Protection Act (7 U.S.C. 2321 et seq.).

3 , "(10) 'Made', when used in conjunction with any

4 invention, means the conception or first actual reduc-

5 tion to practice of such invention. ".

6 (d)(l) Such Act (as amended by this Act) is further

7 amended by redesignating sections 11 through 18 as sections

8 10 through 17, respectively.

9 (2)(A) Secti(jn5(d) of such Act (15 U.S.C. 3704(d)) is

10, amended By inserting "(as then in effect)" after "Act" the

11 slicqndtimeit'!'ppeC!<rs.

1"2: (B) Section8(a) of such Act (15 U.S.C. 3707(a)) is

13, a~end~d hystriking t~e last sentence.

14; ~(J) Section9(d) of such Act (15 U.S. C. 3708(d)) is

15 amended py strjking "orLb" and inserting in lieu thereof

16 "10, or 14.".
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AN ACT

MAy 21 (legislative day, MAy 19), 1986

Committee discharged; placed o,n. the c'aJendar

Calendar No. 662

R.3773

To amend the i3tevenson-Wydler Technology Innova
tion Act of 1980 to promote technology transfer by
authorizing '(j-overnment-operated laboratories to
.enter into cooperative research agreements and by
establishing a Federal Laboratory Consortium for
Technology Transfer within the National Science
Foundation, and for other purposes.

99TH CONGRESS H·
2n SESSION"- •



[COMMITTEE··PRINT]
JULY 27, 1984

Showing Bill As Reported From Subcommittee

98TH OONGRESS H. .R·· .5··.0·0·.3..
2D SESSION ..••• • .. ••• •

To establish a uniform Federal system for management, protection, arid utilization
of the results of federally sponsored scientific and-technological research and
development, and for other purposes.

IN THE HOUSE OF REPRESENTATIVES

¥ARCH 1, J984,

Mr. FUQUA (for himself, Mr. BROWN of Oalifornia, Mr. WALGREN, Mr. Bou
CHER, Mr. SENSENBRENNER, and Mr: GREGG) introduced the following bill;
which was referred jointly to the Oommittees on the Judiciary and Science

. and Technology

[Strike out all after the enacting clause and insert the part printed in italic]

[For text of iritr;duc~d\ili,'see copy oi'bil{~~ i~t;oJucedon:'Marchl, 1984]

A. BILL
To establisha uniform Fedet31 system for 'llianagement, protec

tion, and utilizationoL the results of. federally sponsored

scientifie and. t(jQhnological research and development, and
" ...... -' .'" -.' .... -. -. >' ,

for other purposes.

1 Be it enacted by the Senate and Houseo] Representa

2 tives 0t the United States ot America in Congress assembled,

J. 36-966-0--1

-,
"-
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1 That this Act may be cited as the "Uniform Science and

2 Technology Research and Development Utilization Act".

'TAB.ii}i "0t· ijOJYrfjjJ~7'f!c' '.,

TITLE I~POLICY

Sec. 101. Findings.
. ';" . ( -

TITLE II-IMPLEMENTATION

Sec. 201. Functions of the Federal Coordinating C6uncil on Science, Engineering,
and Technology.

Sec. 202. Functions.of the Secretqry of Commerce.v«

0i;EE111>A£~OCAiiONOF)R'i(mTS
Sec. 301. Rights of the Government and the contractor.

..sfc. 302. Waiver..
Sec. 303. March,inrights.
Sec. 304.' Background :ights.

TITLE IV-MISCELLANFJOUS

Sec. 401. Definitions.
Sec. 402. Amendments to otherActs.
Sec. 403. Relationship to antitrust laws.
Sec. 404.E!fecii;'e ..iUte/.

3 TITLE 1-'POLICY

4 FINDINGS

5 SEC. 101. The Congress, recognizing 'the profound

6 implfpt o(scie;;deq,7/,dteq~~ology,h;;J~ and d~cld~~s that-

. 7 (1) the United States has recently experienced a

8 decline in industrial innovation and productivity which

9 adversely affect~. dlHriestic prffrjuctivity, the rate of eco-

10 n077l,icgrowth,. tlie leoel, ofemploYrne7J,t, thebalance of
, " .. ; . '\; - .... '.-,' '. . ,. . _ .. "

11 trade, and the attainment of other'national goals; .

12 (2) thenaiiortalsupportofsBienti!ic ~nd techno-

13 logical research and development is indispensable to

14 sust~in~d growth and ec~n()rriic stdbility, and it is in

J.36-966-0
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1 the national interest to maximize the benefits to the

2 public forsuck:,investment;·

3 (3) inve1itions resulting from (Jovefnmentcspdn-

4 sored research and development constitute a valuable

5 national resource which should be developed .in. a

6, .manner omststen: with the public interest and the eq-

7 uitieso] the respectiveparties; and

8 (4)' there-is a need for theestablisnmeni-osui im-

9 plementaium. x/fa flexible .Goeemmeni-und» policy' to

10 increase the utilization of' the results"of :'. Government-

11 sponsored research and development,' and this policy

12 should promote the progress oi. science and the useful

13 arts, encourage the efficient commereialiutilizctum of

14 technological developments . and discoveries, guarantee

15 the protection of the public interest in the United

16 States and' foreignCountries,and recognize the equities

17 of the contracting parties:

18 TITLE LI-IMPLEMENTATION

19'FUNCT10NS OF.THE FEDERAL COORDINATING COUNCIL

20 ON:SCIENCE/ENGlNEERING, AND TECHNOLOGY

21 SEC. 201. (a)(1) The Feddal Coordinating Council for

22 Science, Engineering, and Technology (established by sec

23 tion 401 of the Nq,tional Science and Technology Policy, 01'

24 ganization, and Priorities Act of 1976(42U. S:C. 6651)

25 and reestablishedIn] Executive Order 12039) (hereinafter in

J. 36-966-0
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1 this section referred to as the "Council '') shall make recoin

2 mendations to the Director of the Office of Science omd. Tech

3 nology Policy (or his designee) and .to the.Recretam] with

4 regard to uniform policies, guidelinesvandpractices to carry.

5 out the provisions of this Act.

6 (2) Forihe purpose of assuring'.¢ffectivemanagementof

7 Government-owned or. fundedinventions,the Secretary.of

8 Commerce shall chair a committee of the Council to [ormu

9latetherecOinmendations required by this subsection. Such

10 committee shall also include but not be limited torepresenta

11 tivesof each Federal agency with.(j,.m(j,jorresearch and devel

12 opment-proqrasn. When adopted by"the .Directororuj such

13 recommendations shall be . transmitted to Federal agencies

14 through appropruue channels,including those provided ;in

15 secium. 202(6).

16 (b).Inorder to carry out theresponsibilitiiis set forth in

17 subsection (a), the Council-maq-:-. .

18 (1).acquiriidata (j,nd reports from Federal agen-

19 cies on the interpretation and implementation of this

20 Act and related policies, regulations, -amd.prcctices;

21' (2)feview Federal afJency.impliiinentation of the

·22 provisions of this Act;

23(3) analyze, onncontinuing basis, data (j,cquited

24 by the Council;

J.36-966-0



19 SEq. 202. For t'!e purpose .. of assuruu; the: effective

20 manaqemeni.oi GoveTr}ment-owned inpentions, the Secretary

21 may7'7

22 (1) a~sist F.e.deralagency eff()rts to.promotethe li,e

23 sensing and. utilization of (Ioiemment-oumed-uvoen-

24 tions;

25 (2) assist, Federol. agencies in seeking and main-

26 taining protection on inventions in foreign countries,

18 FllNCTIONS OF THE SECRETARY OF COMMERCE'-;' ' ." .... '-". . - ,

5

J. 36-966-0

6 (5) pv/bJish r;,nnually a report on. Council efforts,

finding~, and; recommendations .made under this sec-

8 tion, which report shall include-

9 (A» relevant.. ~tatistiqal data regarding the

10 dispositum of. subjecti1l,vention disclosures result-

11 ing from Government-sponsored: research and de-

12 velopment,inqludingthose i.nventions di~closed by

13s'(T!all businesses r;,na, nonprofit organiZ(J:tions;

14 (IJ) any recommendations for changes in las»

15 t(J betterachieue the-purposes of this Act; and

16 (C)r;,n analysis. of Federa! policies related to

17 this Act.

.1 (4).consider problems and developments in the

2 fields of inventions, patents, and matters connected

. 3 thereuntl: andithe,impaqtthereofon (looemment policy

<4 or uniform acqommodationorimplementation by Fed-

5 eral aqenciee; amd.
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1 including the payment of /iJes':and costs iconnected

2 therewith;

. 3 (3) consult with d/nd adviseFed~rril agencies ado

4 areas ofscience·and technology"research and develop-

5 ment with potential for commerciril·utilization;

6 (4)publish notification Wa71Government-own&d

7 inxention»: thatrireavailxJ:blefor licensing -or assign-

8 ment;

9 (5)&valuateinventionsreferred to him by Fedetal

10 . agencies, and patent applications·filedthereon, in order

11 .to identifythoseinventiOnBWith tliegreatest commer-

12cial potential and to insure promotuniomd utilization

13 by the public of inventions so ideritified;and

14' (6)initiatereg'Ulations and revisions thereof

15 which shall be \prorn'itZgated by the Director of the

16 Office of Management .amd Budget after full consider-

17 ation of agency and public comments..

18 TITLE1l1,,--ALLOCATION OF RIGHTS

19 RIGHTS OF THE GovEirNMENT AND THE CONTRACTOR

20 SEC. 301; (aJ Subject to l3ubsection(c) and to section

21 303, each contractor may elect to retain worldwide title to
22 riny'subject" invention. Where not inivioldtion of existtng

23 treaties or lawsofthe' United' States, a Federal agency m(J/y,

24 at the time of contracting, limit or eliminate this right, place

25 additional restrictions or .conditions uiihe contract that go

J.36-966-0
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1 beyond those set forthinsubseetion/c)"expdnd the rights of

2 the Government to license or sublicense, or alter or eliminate

3 the contractor's right under subsectiort,(c)(7),·if-',--'

·4·. (1) it is.determined bya Govemment authority

5 whichisiauthorized by statute or Executive order to

6 .conduct, foreigrt intelligertce '. orco?knterintelligence ac-

7 tivitiesthat this,is necessary to protect. the security of

·8, such' activities;

\9, (2) thevcontractor is not Zocatedin the United

10' States-or does not ,have a -place-oi.busuiese located in

11 the,' United .Slates, .isa foreign government;. or is sub-

12 jecttothe controloi a foreigngovernrnent;

13 (3) the' contract-is related to or associated with an

14,> international treaty; afrreement, memorandum of un-

15· derstanding, '01' other' errtmqement witl{; a foreign 'goV"

16ernment induding(but notlirnited to) agreements of

17 cooperation in science and technology tiiul military

18agreementsr'elated to weapons development or -protluc»

19 tum, anditcis determined by the agency that rights in

20 the Govemrnentin.anysubject inventions beyond the

21 license right "prQvided in subsection (c)('3) are neces-

22 sary' for the/agency" to, fulfill it~obligations under the

23 international treaty,·agreement,. vmemotomdum .of un-

24 derstanding;orarrangement;

J. 36-966-0
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1 the terms, policy, or.objectices of this Actihemay promulgate

,2 requlatums under section 202(6) which establish policies,

3 procedures, and guidelines describinq.classe« of situations,in

4 which agencies may not utilize the provisions of subsection

,5 (a)(4).

,6 (c) In.ccoordance-soiih: regulations which shall be pro-

7. rnulgated,under section 202(6), each contract under which

8 the contractor may elect to. retain title to. a subject invention

9 shall include a patent rights clause containing such provi-

10 sums as may be necessary and appropriate to effectuate the

11 following rights and requirements:

12 (1) The contractor shall disclose each subject in-

13 vention to.the contraciuu; Federal agency within a rea-

14 sonable time after it is made and the Government may

15 receive title, upon request, to any subject invention not

16d~sclosed within such reasonable time.

17 (2) Unless the Government has acquired the right

18 to title ~n accordance with subsection (a)-

19 (A) the contractor. shallmake a written elec-

20 tion to retain title to the subject invention within

21 a reasonable time afterdisolosure under parae

22 graph (1);:.

23 (B) ,the Feder;alrigencymay consider and,

24 ' with the consent. of the contractor, grant requests

25 for .retentuni of rights by the inventor in any

J. 36-966-0--2
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(A) a nonexclusive, nontransferable, irreoo

cable, paid-up 'license" to'practice or have practiced

the subject invention.· throughout the world by or

onbehalfof the Government;

(B) if provided in the contract, such addi:

tumai rights to: sublicense anyforeign qooernment

or international organization pursuant to any ex"

istingor future 'treaty oraqreement; and

reasonable time; and

country in whichthec6ntractor" has ." not 'elected

title On'such·tefmsand conditions 'as maybe

deemed appropriate by the"o,gencyandsubject "to

section '303' ',-' ,

(0) a contractor' electing to retai:,rtitle'in

any countrYtoasubject'~nventionshall file'a

patent-application .in the 'elected country' within" a

(B) the Government m«y redeivetitleld any

subject invention"in any countries in • whidh the

contractor or inventor fails ·to elect-or 'haselected.

. not tcretiun. title orhas failcdtofile a patent ap

plication in accordance with thisparagraph.

(3) WithresJlect. to any subject invention to which

a contractor elects to" retain title;tlw Government shall

have (inadditianto any rights that have 'been taken

under. subsection (a))-

J. 36-966-0
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1" (C)'the right to 'require the"contractor, inven-

2 ' tor, or' assignee' to license another' person to prac-

3 ticeasubjeof invention on'reasonable terms if-

4 (i)Suchlicensing is necessary to permit

5 lawfiil'commercial manufacture; use, or sale

6 by"& third party of a'speoified end item ora

"7 major, multiyear 'research 'and development

8 project o{ the Departmeid of Energy or the

9 NaYibnal Aerbnauticsand8pace Adminis-

10 tration amdsuch: subject' invention'was made

1'1' du/ring research' and development activities

1'2 directly related to thatproj'eM;

:t3(ii)a similar productor process is not

1'4 Mmmerciallyavailable asii' reasonable sub-

1'5 'stitute for-the licensing; and

1'6 (iii).such rightis specified in the con-

17 tract.

1'8 (4) The Federal agency shall require; in accord:

19 ance withreguldiions which shall be promulgated

20 under sectidn'202(6), arleast Onewritten report during

2t the first 3 years after issuanceofthepatentto a coh-

22 ' tractor or inventor and may require oiherwritten re'

23 ports on the efforts to obtain commercial utilization

24 made by the contraCtor, inventdr,li&ensee; Or assignee

25' with 'respectto any 'subject Fnventionio which the con-

J. 36-966-0
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2

3

4

5.

6

7

8

9

10

11

12

13

14

15

16

17

18

+9
20

21

22

23

24

25

12

. tractor elects title .pursiuint to this. section, except that

a,ny such. report, as well as any,.inforrnation on utiliza

tion.o.r efforts. touxird obta,iningutilization obtained as

part of. a, proceeding under section 303, shall be treated

by {lioCage.ncy a.s atradesecretoras commercial or fi-
,'. . . , ... "

nancialinformation.obta.ined frqma person and privi-
, ., " , '.' ,'. . . .

leged orconfirJentialand, not subject to disclosure

under section 55?oftitle.A United States Code.

. (5) The icoruractor or. inventor,in the event a

United. States patent qpplica,tiorLis filed by it or on its

beha,If pr by any as§ignee, shall .include within the

specification .,of§uch application,a,nd any patent issu

ing thereon a staternent specifying that the inventiq:n

uias. made with Government.support and that the Uoo

ernmenthas certainriqhi« ill the invention.

(6) The balance of any royalties or income earned

on subject inventions by the contractor operating a

Gooernmeni-oumed, contractor-operated facility up too,

.fotlfl equal to. 5 percent of that facility's annual budget

.... (if. the invention.. was conceuied .or. firstacfually re:

du.p!3d, to practice in thefa,cil~tyand ifthe contractor

e~ects> to retain the funds) sha,l~, .. ,after paYment of pat.

enting .costs.,Jicensingcosts, arui. ..other e.xpenses (in-
, . ,- - -, ...' . . ", - . '.,' .

cl1;dingpI!Yme.7Jtsto inve7Jtors), be used by such con

trapto,r for.sr;ientific resea,rc~,anddevelop17!eTft consist-

J.36-966-0
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lent with the mission and objectives onuch facility, in-

2 eluding activities that increase the lice'nsinfj potential

3 ()fothe7'inve~tions of the facility, with aitysuch royal-

4 ties or income in excess of 5 percent Of {h~ facility's

5 budget returned to the Treasury; and to the extent

6 practical the licensing of the inventions involved shall

7 J)eddminister~d by contractOr employees on location at

8 the facility.

\') (7) Th~Contracir)r,i;n cases when it has the~hoice

10 Under subsection (li) taretair: title to d\'1i1bje~t inven-

11 tion but doesn6t clect'to retain title, may retain a non-

12' exJ[ustve, foyaltY-fi'lJ'e; paid-up;' worldw~de license (in-

13 cluding theriqht t6 suhlicenScaffili£tes, s~bsidiaries,

14 "o/nd' existing'licensees to whom th~ contractor is ld'gally

15 obligated to sublicense) in any suhje~t invention to

16iohich the Governmeitt dbtain1 title, which license shall

17 be Zimitet[6rreV()cable bitty to the extent necessary for

18 the Go'Ve'f7!iJ1ent to [irant ait exciuside 'lice;;se; except

19 that'the, contraclo'r shall not be entitledtd such a u.

20cen1eif theeontracForhas' willfully failed to disclose

21 the subject invention.

22 (8)Atrdnsferby the cO'ntractorof rights in any

2311ibject invention shallb{subject to the rights of the

24 Government provided by this sectid;;' and sections 302,

25 303, and 304.

J. 36-966-0
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Act,5

6

24 or do not apply in the case of the subject invention.
•.,.... \:- .' .,' ", ..-'; ',' .',_ "',' .. ,-, ',' "'0- _,: •. ' '-':'-,

22 (?) the c,qnditions justifyjng acquisition of title by

23 the Government under section 301(a) 1),0 longer exist
.'.' ... ""'0

1 (9)The clause may i7l}posf3"any ctheriuiministra-

2" t~pereq'/1,irement§ . which m.aY.b.(}\'{t~c,ess.ary., to effectuate

3 .., .fl...'gh.ts of. the (Ieiernmeni :and .the c,ontr(u;tor. as speci-.. " .... ..,",_':' '." .. ',," ", -0-'-. " .. .' ,_"", .

4 fied i'n this. Act, to, the extent nok.inqqnsistent with this

14

J.36-966-0

7 SE.c.~p2. (a) l'n accordance w~t~regUla:tipns which

8 shall be promulgated under section 20[!{6lapederal agency

9 '(i1ay, at aTtY time,u:aiveqU gr any ljaTlof~he rights of t~e

10 Gooernmen: under sections 307 and3lJ3i'n any subject inc
..- .... ,-, -'," .... '" ,- .... ,;.. ..' .,\:l..i" ,

11vention or class of subject inventi0'n§ 1J)hic~ are or may be
.. "._ .. ','.. - " .,','"'' '-.' .. ;. .-'.: .. :., ,.:,", ,.;

18 tractor or other sponsor or joint'9~'nt'/1,r~r.is required to
,.- -, --,..,' ,-, "'; -..-', -.. - --,' ,

19 make ,y:substantial contributionpf [unds, facilities"

20 pers0'nnel,d0Hh or. equipment. to .the 1f?ork performed

21 under the contract, or

13 that the interests of the Gooernment pndthe general public
, "" - .C"" .... ,'" ,,', "'," _0." ','" .. ',' " .... '.-<.' ',"

12 made under a contract ojthe agency iflhe ag€'ncy(]~termines
',' ", - " .... '- ,- " .... '.- "'.. , ' .. " .. ,-, .. _. .. .. ,

16(1{ the con~raqtinvolve~cqspqnso7'ed,cost-shared,

17 or joint venture. research or(]~p~l9Pm.ent and the con-
.. '.-,"" -.'" .. " .- -" -,.. ,.,-. i'," " .' ';

, 14.1f?iU be best seried th~reby, incl'/1,ding/)'lftnot limited to i?1

15 stances where-
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1 (b) . The Ff!de.ralag(!,ncy shall maintain a. record,which

.:J. shall-be. made.publicandperiod,ieq,lly·.updated, ofdetermine

.;3 lions mq,de undereubseciumIa),

4. (c),In,makingd,eterrninati(jns under subsection. (a), the

5.agcncy sl],qllconliiderat least the following(jbjecti'Oes: •.

,6 (A) Encouraging the j1Ji4e awilability to the

7 public of the benefits of Government-sponsored research

8 . anddeielopment inthe.ehorteetpraotioable time.

9 . (B) E.r{omoting the.commercial utili?ation of in-

10 ·'Oentions madeunderOooemmeni fu,ndi'fl;g agreements.

11 (0) .E'fI;c(j.uragingparticipation·'xy.hjghly qualified,

12 private perSO'l),S in.. Gooernment-sponsored research and

13.dev.clopmen,tprograms...

14 (D) Fostering competition and..preventing the ere-

15. tuum or-snointenamce of situations inconsistent with

16. "..... i4eantit'l'J!,st laws". \

17 (d) "WhenlJ,n.agency, waives all or part 01 itli rights in

18 .;aninv(!''fltionu,ndcrs¥bsection .(a)(2), the contractor shall be

19: permitted to tair-e ti(le subject. to this section and Sections

20 301(c), 303, and 304 oftMII Act;

21 jfAReH,IN RIGII.TS. AND NeqTIFWAfIQN OF A.VAILABILITY

22 POll LIeE,NespfG .

23. SEC. 303,. (a) Where.acontractoror imientor has elect-

24 edto retain title (0 a subjecti,(wention under .sectionB01 or

25 302, the Federal agency shall have the right, in accordance

26 with regulations which shall be promulgated under section

J.36-966-0
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1 ·202(6), and subject-to the provisions of subsection (b), to re

2 quire the contractor o» his assignee or the inventor Or his

3 assignee to grant a nonexclusive, partially exclusive,or ex-

·4 clusuielicense to a responsible applicant Or applicants, upon

5 terms reasonable under the circumstances, ijthe head of the

6 agency (or his designee) determines that such action is neces

7 sary-··

8 (1) because the contractor, inventor, assignee, or

9 licensee has not taken, or is not expected to take within

10 a reasonable time, effective steps to achieve the practi-

11 calapplication'of the subject invention;

12 (2) to alleviate serious health Or safety needs

13 which are not reasonably satisfied by the contractor,

14 inventdf,assigneeorlicensee;or .

15 (3) to meet 'requirements for public use specified

16 by Federal regulation which are not reasonably satis-

17 fiedby'the contractor, inventor, assignee or licensee.

18 (b)(1) A determination made pursuant to this section or

19 section 301(a)(4)shall not be subject to the ContractDis

20 putes Act (41 U. S. C. 601et seq.).

21 (2) An admiiiistrative appeals procedure shall be estdb-

22 lished by regulations pro'fJlulgciiedunder section 202(6).

23 (3)Any contractor,inveiitor, assign~e; or exclusiveli

24 censee adversely dffectedby a detei'rnination under this sec"
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1 tion may, at any time within sixty days after the determina

2 tion is issued-

3 (A) file anappeal.under tMappeals procedure es-

4 .tablishedpursj),ant to pa,ragraph (2), or

5 (S)file a petitio'!!in,thr;.U:nited States Claims

6 Court which shall have juri~diction /0 determine the

7 . matter de novo and: to affirrrl" re,verse,or modify as ap-

8 .. propruite, the determination of the Federal agency.

9 (4) Incases described in paragraphs .(1) and (3) of sub-

10 section (a), theagency'sdeterrrl,ina,tion~ha,llbe heldim qbey

11 ance pending the e:r;ltaustionofa,ny appeal described in para,'

12 graph (3).

13 (c)(l) Minimum lit.andardsfor the eommercializationo]

14 inventions<by contractors cndinoentors shall be estabiished

15 by requlationspromulqated under section 202(6).

16 (2) If the.lteari, of an agency (or his designee) deter'

17. mines.c.on. the..basis of .. inforrrl,atio!!. conlained. in. the report

18 required to be filed with the agency by a contractor orinven

19 tor umdersectum 301,(c)(4), tluiteudccontractoror inventor

20hali failed to meet the minimum. standards. prescribed pursue

21 ant to'paragraph .. (1) and the unoentum: has .potential commere

22Qial value, such agency head. (or.desiqnee) shall refer interest'

23 .ed parties to the patent holder: of such inve,!!tion through the

24 licensi,!!g program of such agency or the Nutumal Technology

25 Information Service...,

J. 36-966-0--3
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'BA CKGROUN]) RWHTS'1

J.36-966-0

2 SEC. 304. (a) Nothing contained in this' Act shall be

3 construed to deprii;~ the oilinerofanyback{jround patent of

4 such rights astheowMr'rtfiiyhavd'undersuckpatent.

5 (b)'Noc()ntraCti'shallcontain a provi'sion allowing a

6 Federal agency (IPrequirethe licensing ta'thirdparties of

7 ' inventions ownedEy the cbntractorthdIare not subject inven

8 tionsunless~uch provisiorrhasbewn)approvdd, ana a written

9, justificati6n'has 'YJeerj/si'gned,bythe headoftMagency (01'

10 his designee)),Ahy such) provision shall clearly state whethet

11 the libensirig'may be requited in connection ioith the practice

12 of a subject invention, a specifically identified icork object, of

13 ,·both;'TMhead'ofthe agenbymriy notdeleqate 'the authority

14 to approbesuchprovisionsar to sign the}ustificatiori fe"

15 quired fOrSUdh provisions to apro'grarnlevelloilier than As'
16 sistarit i8ecretaryinthecase oia Departmen! or Assistaht

17 'Administrator or'oomparable official in the 'dzse ofariy other

18agericy.

19 (c) A Federal agency shall noirequiriJ the licensing Of

20 third parties under any suchpr()vision unless the head Of the

21 'agency (or'his designeewM is ri/sponstble for the program

22 arid who holds as amtriimum\the.fariik ofAssistant Secrl3

23tary;'Assistant Administrator, or itsequivalent)determinl3s

24 that-the use of the inventiori by others is necessary for the

25 practice of a subject invention or for use of a work object of
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(1) the term. ''per~en:' means,JJ,ny person as de

. fined in sectio7i< 1 pf title. 1" U7i<ited States Code;
'-, "" :<" ," >,..... '.. ', ',','.- .. ',' . ", -'.' ",' " ..... ,-" ",' . . . .

(2) theLerm "Government" means the Gooern»
~~ ,:' , ..,..,-',' ':.', \', ': ': :,--' '.' "- ' : .'" , \: ',:- .'. :- : ': " !.' '- ,','. ::' " :', "'.' .. " , ,

,rnent ofthe Unitedi8t[ltes of4meriqa;

(S) the term "Federal age7i<cy" rnean..s .an E XeCUC
.. " ' .. ' '. - '.... ':. "'"" - ',' . . ..... - ".' . '~.-, "

tive age7i<CY (as defined, in section 105. of title.Ii, United
-, '.• ' ", -": ., ',,' j .'.'.' '. '. --' \ .,:.... ' ..•.; '. " .. '.", • - .. -' "'''.' - ,,' .•

f!la,tes. Cod~j'lfndthlJrnilitary;4epartwen,ts (as deiined .

inseftior: J-0lfqf t.itle {),pniteq $t~tesCode);

(4) the term. "~JJJ..a,~l businessjiryn." ml}an,~ a small
. ., .. '.' -.

lJU8i'f!(!~~ qO'R'CernPS .defined .insectipn 2 ofJ~e Srnall

Business Act (15 U.S.c. 632) andirnplementing reg:

ul~tions. oftheMwini$,trator of the .Small Business

Arlmini~tratiow.and.

J. 36-966-0

9 . . .DEFINITIONS

10 SEC. 401. As used in this Act (other than in section" .'.':~ "'.~. "-, ':. ; . ,',,' '" .. ',,' -', . -.." ' .' .-".,. ',' ',,, "." . . ."

11 40~)-... -,';

17

18.

19

20

21

22

23

24
'.

1th~contra.ct «r:rl. tltat S1,lcl!. as(ion.is.. 7leqqssary to achieve the

.2prr:ctical applicationot, the subject inpqntio7i<or uiork object.

....~. A,ny sy,chrletl}rynination shall be 07i< therecord afteT.an oppor-
't.;', ':.' .C',:' ':",.' \;.' - ,: ',.' ,-, ,,-:. ",-' ....-., ..• '- . .

..·.4 t1,lnity [oren agencyhearing,~r:.tghiqhthecontractor has the
'c', . ',,' ,_,'d',. ',' '.. -', ,_: ··.··,f._', _.,,"" .. _ ',,:.,'. '. _,' ' ...' • .-

5 ,right to :partiy.ipatl}a7i<d.~he con,t'feLqtor s4allbe given prompt

pnotifiqation of, the determination by certiiied. or registered

7 ,rneLil. .

8 TITLE IV-MISCELLANEOUS

~2

13

14.

15

16
'-'. \.



20

(6) therterm "contract" means any contract,

(5)" tHi term "nonprofit . o~ganizationu means a

9

1

2uniJersity Or otheriitstiiution of higher education or

3 an organization of the type described in section

4 501(c)(3) ofihe Internal Revenue Code 011954 and

5 exempt fromfaxation underseciion501(h) of such

6 Code, or any nonprofit; scientific, or educattonalor!ji:l-

7 nization qualified under a State nonprofit organization

8 staiute;

J.36-966-0

10 grant, or cooperative agreement entered int6between a

11 Federal agency (other than the Tennessee Valley Au-

12 thority) and any person other tha~ a small busin~ss

13 firm or nonprofit organization where a purpose of the

14 contracti» theconduct of experimental, 'developmental.

15 or research work; and suchLerni includes arty assignc

16 'mencsubstiuuio« of parties,or~ubcontractof any ti~j.

17 entered into or executeillor the conduct orexperimen~

18 tal, developmental, or rese(J,rchwork in connection with

19 the performance of that contract; but does not mean

20 anri agreement or arrangeineitt entered into between a

21 . private entity and the operator ora Government-owned

22 contractbr-operatediacilitu;

23 (7) the term "contractor" means any person or

24 entity (other than a Federal agency,noitprofit organi-
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1 'zdium, or small business firm) which is a party to a

2 contraot;:

3' (8) the term "Secretary" means the Secretary of

4 Commerce;

5 (9) thetermi'Director" means the Director of the

6 Office of Science and Technology Policy"pr\his desig-

7 nee;

'8' (10lthe term "invention" means any invention or

9 discovery ivhichis or may be patentable orotherunse

10 protectable under title 35, United .States Code, or any

11 novel variety of plant which is or may be protectable

12 under the Plant Variety Protection Act (7 U.S. C.

13 2321et seq.);

14 (11) the term "subject inven:tion"means any in'

15 . vimtion ora contractor conceived or first actually re-

16 'duced· to practice in the .periormameeoi-ioork under a

17 contract, except, that in the case ofasexuallypropagaU

18 " \ed variety' of/plant the' date of determination (as de-

19 fined 'in seCtion 41(d) oftM Plant Va,riety .Protection

20 Act (7 U.S.C. 2401(d))) must also-occur during the

21 period'of contract performance;

22 (12) the term "practical application"with respect

23t6 ahy invention means the manufacture (in the case of

24 a composition or product), practice (in the case of a

25 process or method), or operation (in the case of a ma-

J.36-966-0
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1 chine.or.\syslem) of suchirwention uiuier.sueh. condi-

2 tums as to establish 'that the inventionis,be,ing utilized

\3 and thai its benefits are, to -the extent per;miUed by laio

4 or Government regulations, available to'; .the-public on

5"reas,onable terms or fhroughreasonable' licensing ar-

6, ramqements;

7 (13) the term "antitrust law" means the laws in-

8 clVrded.within the, definilionof the-term "antitrust

laws'tinsectiont ~f.lheGlaylorliAct(15U.S.C. 12),

'as amended;

(14) the term "background Patent"rne,ans a do',

'Tilestic patentcovering;aninvenlionor a itiscovery (41

which is not a subject invention,' (lJ).whichis oumed

or GOntrolled\by the contractor ci.t (JirJ,Y time through

completion.ofthe contract, and (C!)'which the contrail'

I.orblit,not/he Government has'lh.e righttodicense to

others without, Obligation 10 pay..r:oyaUiesl.her:eon;

(15),the term "United. States "inGl'/Jrdeslhe terri"

toriee.iposeeeeums.unul: the l)islriGtof Columbia;

(16)the term "inventor" 'If!ith regard 10 a subject

invention means-a person who is or wfll be listed as a'(l;

22' inventor om-the patent for saidinve,ntion when filed in

23.the UniledStates Patent and Trademark Office; and

9 ;\i,

~O

11

12

13

14

15

16

17.

18

19

20

21



J,36-966-0

(1) Section205(a)of'theAdtof August 14, 1946

.(7U.S.C.1624(a)r 60 Stat.. 10fJoYis amended by

striking out the 'lastsentence.

(2) Section:501(c) of" the Federal Coal Mine

:Health and Safety Act of1969(30U.S.C. 951(c); 83

Stat. 742) is amended by striking out the last sen

tence;

(3). Section 106(c)iJfthe National Traffic and

•.MotorVehicle Safety'Act of 1966(15 U.S. C. 1395(c);

80' stat. "121) 'is repealed.

(4):Section 12(a)0!theNaiio'nalScience Foun

dation'Actof1950 (42U.SJJ.. 1871(a); 82 Stat. 360)

is repealed.

(5) Section 152 'of the Atomic Energy Act of

1954.(42 'B.S.C. 2182; 68 Stat: 943) is repealed;

except that such section'shall continue to be effective.

with respect tiJ' (A)any\ application for a patent in

iohich-thestaiement under oathreferred·to in such sec

tion has been filed or requested to be filed by the Com

missioner of Patents and Trademarks prior to the ef-

23

\:.1' ,. (17) the term "Goiemmeni-oumed; 'contractor-op-

2 ,era{e!1' facility" includes all jederallyfund6d research

3 and development centers.

4 .AMENDMENTS: TO OTHER ACTS

:5 SEC. 402. The following Acts are hereby amended as

6 follows:

7.

·'.S '.

9

10

1:1

1:2

13

14

15

16

17·

18

19

20

21

22

23

2.4

25

26
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. 1 fective date of this Act,and (B) any right retained lJy

2, the Government Y/(tder sections 801(a)(4) and (5) of

3 this Act.

4 (6) The Na,tionalAeronautics and Space Act of

5 1958(42U.S;O. 2451 et seq.; 72 Stat. 426) is

6 amended-

7. (A) by striking.out section 305 (42 U.S.O.

8 .2457)! except that subsections (c), (d), and (e) of

9 such section shall continue to be effective with re-

10 specttoanyapplication for patents in which the

11 ioritterietaiemen: reierredto in subsection (cro]

12 suchseetion ho» beenfiled or requested to be filed

13 by the Commissioner of Patents and.Trademarks

14 prior.to the.effective date of this Act;

15. (BJbystriking out "(as. defined by section

16 305)" in section306(a) (42US..(J;2458(a)) and

17 by striking out "the Inventions and Contributions

18 Board, established under.sectionB05 of this Ace

19 in such section and inserting in .lieu thereof "an

20 .Incerdum and UontrilnuumeBoard. which shall

21 be established by the Administrator.within the

22 Administration"; .

23 .. (C)by addi'l1g 'at the end. of section 203(c)

24(42 U.S.C. 24;73(c))the.{ollowingnew para-

25. graph:

J. 36-966-0
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1 "(14) to provide effective contractual provisions

2 for the prompt and effectlve reporting of the results of

3 ' the. 'activities ofthe Administration, including full a'i/,d

4 complete technical reporting o!any'inventioh, discov-

5 ery, improvement, or innovation which mar? be made

6 in the periormance of any work under any contract of

7 the Administratidn, wheth~r or not patentable under

8 ,title 35, United 'States Code. ";

9 (D) by adding at the end of section 203 (42

10 u.s.c. 2473) the following new subsection:

11 "(d) For the purposes of chapter '17 of title 35, United

12 States Corle, the Administration shall be considered a defense

13 agency of the United States?i;and '

14 (E) by adding atthe end oftitle III the fole

15 ' lowing'new' section:

16 " "USE ,OF PATENTED INVENTIOljS

17 "SEC. 311. (a/Any, object intended '. for launch,

18 launched, or assembled in outer space shall be considered a
19 vehicleforpurposeofseetion272 of title 35, United States

20 Code (35 U:B.C:.272).

21 "(b) The use or manufactureofanypatentedinventidn

22 incorporated in a.space vehicle laumched.rln] the United

23 States Government for a person other than the United States

24 shall not be considered to be a use or manufacture by or for

25 the United States within the meaning of section 1498(a) of

26 title 28, United States Code (28 U.S. C. 1498(a)), unless the

J. 36-~66-0
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L., Administl'a,tiongives,an !,xpre$fS,quthorizqtion or consent for

2 such-use or,mCfJ/,uf(1(~ture.";

(7) Seclion f). ofthe ,A,.ct of Ju,ly ,7, 1960 ($0

,f1.;S. C. 66,6; .74 Stat. 337) is. amendedQystriking out. .

the firrst sentence.
\,' . - .

(8)S!?ptirn l rf the Hplium Actf5{) U.S. C.

1.67b; 74 Stat. 92{)).is arp,enqer/bystriking out a,ll

after "utilization"gnd inrserti'/fg, in lieu. thereof a

period.

(9) Section. 32 of theA'rJfCsControland Disarma

ment Act. (22 U.S.C,.257.2; .7.$ Sta,t,634) .is repealed., - ... ','-' ", '. '. " '\

(10) Seption.3Dg(e) .o], tlwAppqlac.hian. Heqional.

Development Act 011965 (40 [J.B.a. A,.pp. $02(e); 79,

Stat.. 5) \isrepegled.,

(ll)(A) Section .9· of tlie F;ederal Nonnuclear

Energy Research and Development' Act of 1974 (42

U.S. C. 5908; 88eStat. 1887) is amended to read lis

follows:

"SEC. 9: The Administration shall be considered a de-

20 [ense agency of the United States [or.purposes of chapter 17

21 oftitle 35, United. States Code."

22 (B) The Madingfor such section 9isamended to

23 . read as follows,'

J.36-966-0
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a;M8~ctipn, Sed) Of t~~ .Cqnsumer Product

Safety Al(l (15, g.S.C.(20S4(d); 88 Suu. 1211) is re

pealed.

(13) Sectiqn$ of the,Act of April S, 1944 (30

U.S.C. 323; 58 Stat. 191) iST!ipeq,led.

(14)(A) Section 8001(c)(3) of the Solid Waste
, '. . -. ',- .

J)isposaZ,Act (42 g.S./J.6981(c)(3); 90 Stat. 2829) is

(15) Chapter1Ei of.t,itle$5,pnited States Code,

(BX8ection, 8()01(c)(2).ofsuch, Act is amended by

s(rikin,g qU("1Jotwithstan,ding section 6981(c)(3) of this

. ,2010 );

(B) \ by..inserting '':0r. aT\Y novel »arietsro]

plan,/ which. is.w may beprotectable under the

Plant Varie.tyProtecfionflct(7 U.S. C. 2321et

seq,)" immediately after "title" in section 201(d);

mediately. before, the,per:iqda.t the end of section

is arneiuled-:«

(A) by inserting ", but does not mean any
, .' ',', ~ . .

09TfJ~ment or lJcrr.angem!i.n,t entered into between. a

prjpate ~n,tityperson and theoperator of a Gqp"

emment-oumed, Cqritractor-operated facility" im-

. repealed.

''APMINIS1(IlATION TREATED ASPEFENSE AGENCY FOR

PURPOSES OF SECRECY OF INVENTIONS".
• ' -"',C ,_.. . , ., ,.; '.\

1

.2

3

4.

5

6

7

8

9

10

11

12

13

14

~5

16

17

18

19

20

21

22

23

24

25



7 tum 201(e);

8 (D) inseetum. 202(d)-

9 '(i) by dtil:ending clause (i) to read as

10 follows: "(i) when the contractor'is not locat-

11 ed inthlU'f!it~d States 'or dbes not have a

12 place ofTbusinesslocatell <ire the United

13 States or is subject to the controlof a foreign

14 government"; and

15 (ii) by striking "or(iii)"anil inserting

16 in lieu thereo] the following: ", (iii) when the

17 ftl,ndinfjdgreementis relatedio or associated

18 with an international treats], agreement,

19 memorandum o{u/nderstanding, or other ar-

20 rangement with a fOreign government inclsui-

21 ing (but not limited to) agre~ments of coop'

22 eration in science and technology or militarY

23 agreements relating to 'weapons development

24 ' 0';' protiuctum, "and it 'is determined by the

25 agency that rightsir!lhe Government greater

28

1 (C) by inserting", excepttlui; in the case of

2 asexually propagatedvarieti/ofpla'flt, the date of

3'deiermindiion (as defined in section 41(d) of the

4 Plani VarietyProteciion Act (7U.S.C. 2401 (d)))

5 must also occur during the period of contract per-

6 fOrmanee" immediately after "agreement" in sec-

J.36-966-0



29

1 t~an a nonexClusipe licen~e are necessary for

2 t~e .agency. to fulfill it~ .ob.ligationsunder the

.3 imternatumal treaty, aqreement, memoran-

4 dum of understanding, or other 0rrangewent,

5 (iv), when the funding. aqreement includes the

6 operation: of. a Government-owned, contrac-

7 tor-operated. facility .. of ... the Department of

8 E.nergy primarily dedicated to that Depart-

9 ment's naval nuclear propulsion or nuclear

1Q w.eqpons related. programs and all funding

11 .agreewentlirn,.itqtions under this. subpara-

12 grapll on the oontracior'sriqht.to elect title to

13 a subject inventionarelim~terJ;tq.inventions

14 occurring under the above two programs, or

15 (v)";

16 (EJ)l(Y00d~ng atthe end of section 202(1)

17 the followingn~w paraqraph»:

18 ~'(4) If the contraciorbelieoes th0tad"termination is

19 c?ntrq'Y to th". policies a,'fid objectiv(3~ oithischapter or con

20 stitutes anabuseofdiscretionl(y the. agenpy, the determina

21 tum. ~hallb.(3subject to section.203(d).

22 "(5) Whenever' the. Director of th~ Office.of Managec

23 ment.: a'fiq.Budget has..determinedtho: one or.rn,ore Federal

24 .ag~ncies are utilizing the authority.ofsection?O?(a)(ii) in,a,

25 mann"r' t00t.is cOntrary.tp thepo[icies.qnrj, objectives of this

J. 36-966-0
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1 c7/Xlpter, Mmay promulgate refjutations under section 206

2 which 'establish policies,· procedures, and guidelines descrtb

3 Wing ,classeSorSituationS in whitfh ([gencies may not exercise

4·'·theauthiJritiei)'o(that section.";' ,

5 '(F)(i)byamendihg paragraphs (1), (2), and

6 ·(3)0!Section202(c) tOreada~ follows:

'7 "(1) Arequifementihatthi contractor disclose

8 edchs~bjeCtinventiiJh tiJthecontracting Federal

, 9 agency wilhin a reasonable time after it becomes

10 known to conlractorpers()nnez responsible for the ad-

11 ministratiOn o{patenlmditersand that the Federal

12 Government mdy receive title towny subject invention

13 not discldsedlO itwithin such ,ti7lie.

14~'(2) kTeqliirem'ent that the' contractor make a

15 written election within 2 years dfter disclosure to tM

16 Federal agencfJ(or such ddditional time as may be ap-

17 proved by theFederol agen6yJ'whether- the contractor

18 will retain ',. titletoa sulijeCtiriv(!'htion,except that (A)

19 in iny'c'ase '. wMrepublicdtion, ,'on sitle, ot' public uSe

20 has initiated the one yearstatutorf} .period iniDhich

21 valid patent priJi~ctioncaristiZtbe obtdinid 'tn' the

22.' United States, the period fOreleCiionrn~ybe shorten~d

23·· bytM Federal'agency··toa 'date thalknot morethd'n

24' 60ddys prior to the'end Of the statutory period, and

25 (B) the Federal Govern7lien{may receibe tttle to any

J. 36-966-0
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Isubjec(invention in'fuhichlhe cordra6tor does not elect

2 toretaui rights or fails to elect rights within such time.

'3 "(3) A'requitement that a' contractor electiftg

4 rightsiri a'subjec(inventibri agrees to file a patent ap-

5 plication 'prior to '·any"statuto11;Nir date that may

6 occur under this title due to" publication, on sale, or

7 public use,. and shall thereafter file corresponding

8 patent applications in other countries in which it

9 ibishesto retain title within reasonable times, and that

10 the Federal'GovervFrnent 'maureceicetule to any sub,

11jec(inventibns in the UniiedBtateS6'rother countries

12 in which the"contractd'r hdsnotfiledpatent applica-

13 ti~n!;'on the's1lb/ectinventionioithin isuch times.";

14 (ii) by ()/rnendingparagtaph (4) of section

15 202(c) by insertiniJ"(A)" after '''(4)'', and by

16 iiddingattheend thereo(the following new sub-

17 panigraph:'

18 "(B) the riqliito require thecont'l'iwtor, inventof,

19 or assig-hee tb license another person to practice a sub-

20 ject invention b'7i reasonable termsii-«

21 "(i)suchlicensinfJ is necessary to permit

22 lawfulcommerctal manufacture, use or sale bya

23 thirdpartyoT' a specifiedehd item of a major;

24 multiyear' resea'fdh and decelopmen; project of the

25 Department of Energy or 'thiNdtional Aeronau-

J. 36-966-0
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1S specified in the con-"(iii) such right

tract. ";

32

(G) by strikiIf9 out "may" in section

tics. and.Spaci3Administrationand such. subject

invention wa~ mailer},uringresearch and develop

ment activities4iri3ctlyfunded under that project;

"(ij) a similar: product or-process .is not com

mer:cially,*vailable as a reasonable substitute for

the lieensinq; end.

1

2

3

4

5

.6

7

8

9

25.education. ";

10 202(c)(5) and inserting iIflieu.thereof "as well as

11 any informati()n on lttilization or efforts at obtain-

12 ing utilizatum obtained as part of a proceeding

13UIfdersectiorL208 pf thischapter shall";

14 (II) byami3ndingparagraph (7) of section

15 ,202(c)fo read as [ollou»:

16 .~'(7). In thecase ofa nprLprofit organization-

17 "(A) a requirement that the contractor share

18 royalties with the inventor, omd.'.,-, ,. '." ,',', ,..... -,. ',- -','. :':' - ,',-"',, "

19 "(B) a requirement tlfatthe .balance of arty

20 royalties or income earned. py the contractor with

.21 respect to subject. inventi9ns, after payments of ex-

22 pi3nsi3s (irLcludiIfgpaymert{s to. inverLtors) inciden-
. . - .', . . : .. '. " -. .

23 tal totlfe\administrationorsubj~ctinventions, be

2.4 utilized for the... support ()f. scientific research
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1'" Wby adding the Mlowing new paragraph at

2 the end ofsection202(c):

3 "(9) The balance .:ofany royalties or .income

4 learned onsubjectinven(ionsby thecontractor operat-

5:.ing ·a Gocernment-oumed, contractor-operated facility

6 :up to a total equal to 5 percent of that.facility's annual

7 .budqet: (if the invention uxis.conceiced Or first actually

8reduGedto practicein/the facility a.nd.if the contractor

9 .elects to. retain. the funds). shall; after.paymentof

10 patenting. costs, licensing costs, and other expenses

11 . (including payments toinv,l}ntors), be used by such

12 contractor for. scientific research. and, development

13 ccnsistentioit]; the mission and, objectives ofsuch [acil:

14 ity, including activities that increase the licensinq po-

15 tentialofotherinv,ention;~of the. facility, .usiih: a.ny such

16 royaltie~ or incomeinexcess ofS.percent.of.lhelacili,

17 tv's budget returned to the TreasuTJ;rand tothe extent

18:praGtiGal the licensing of the. inpentions irwolved shall

19, be a(iministeredby contracioremploueeson. location a.t

20 the facility. ".

21 (J).by adding. the following.new subsection

22 atthe. end of section 202:"

23 "(g)(1)A Fed,eral agencymay at any time waive all Or

24 'any part of the rights ofthe United States; under sections

25 202, 203, and204.of this chapter, to. any subject inventions

J. 36"966-0
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lrrrade\under a fundirigagreementiorClass of funding agree-

2 ments if the agency!di!tefinines that the interests of the

3 United Btdtesandthe,generalpuMc will be best served

4therebyiricluding, but not limited 'tq;instanci!s where

5'~(AYthefunding agreement involves cosponsored,

'6 cost, shared, or joint\venture!Tesearch Or deoelopment

7 .,and the.coraraotor or other'spons6r or, joint venturer is

8 'requited to makeior4iasmadeasubstantial coniribu-

\ 9 tiono! funds; facilities, personmei; data,or equipment ,

10· to the work performed under the funding 'agreement, or

11 "(B)itheconditionsjustifying\acquisition of title

12 by the Government'unde;" section 202 (a) \no longer

13eafist6r do Mt apply in l1iecase Of the subject

14 invention.

15 ThedgencyishalZ maintaiitarecord;which shall be made

16 publicandperiodicaWy updated' of determinations made

17' under this paragraph.

\18"(2) In'ntdking deierminatumsumder paragraph (1)(A)

19 oflhis subsection, the agencyshall\consider ox least the [ol

20 lowing objectives:

21 "(AYEncouragingdheriJide availability to the

22 public of the benefits of Government-sponsored research

23 and development in! the-shorteetpracticobletime.

24 . "(B) Promoting the commercial utilization of in'

25 »entions made under Government funding agreements.

J.36-966-0
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1 "(C)Encouragingpartidipation by highly quali-

2 fied private persons-in:GovernmenNsponsored research

3 and development programs.

4\f(D) Fosterinq. competition and preventing the

, 5 ' creationormaintenance o{situiitions inconsistent with

6 the' antitrust laws.

7 (X) by adding at the end of section 203 the

8 following new sentences:

9 "A determinationpursu'ant to thi:s<sectidn or' secti~n

10 202(h)(1)shallnotbesubject!;tbthe @o'1ttfactDisputes ket

11 (41 U.S.G. 601 et seq.); iAn admtnistrddve appeals proce

12 dure shall be establish/3fi by regulations'promulfjatM by the

13 »Director of theOfficeo{Managemerit and'Budgetin accord

14 omceiouh. section 206,' Any'contri:lCtor, inventor, assignee, or

15 exclusive licensee adversely affectedbyadete¥minhtioh

16 under this section may, at»any time within sixty days afte~

17 the determination is issiked,[ileaii/appealunder the appeals

18 procedure established. p1t.rS1f.(JiTIJ t9th~,prec;edkTJg\~enteitce or

19 [ile, a pe(itionin the J!niteq/3tates, Olaims Court, which

20 shall have jurisdiction to determine theW.a,«I3,T de novo and to

21 affirm, reverse, %m9qifYci(J,$appr:ppr;iqtl3",(~l3,dl3,terrninati9n

22 of th.e Federal agency.In casesdescribediu paragraphs (a)
.... >.. " ".",.,\, .. ',' "",', ',> .', '" .. "

23a,nd, (c)" the agency '.1$ q(}ter:raina.tj()'fi,shalll;Je helrti!J(l,beYcance
.. ""," .. ,,> '. _ , '0"""" "",. ..:_ ... '" ",_, _ .,dO" "', ', ...._...... ,', •." - .. "." .. .. ,'. ..

24, pending the exh(J,ustio1J, ,of. oppeals. under thepTl3,cedi1!g
• _,'_ -,':..."- C>. _',. " .. -; .. .' '. .. .' ',,- .. ', ',< ';

25 se,ntence.";
",,-,. '," .... '..

J.36-966-0
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11 "No scho.larship,fello'lpshipi training grdnt, Or other

12 fundingagreernentrnadeby a Federalagertcyprimarily to

13 an awardee fored;ucationalpurposeswill containanyprovic

14 siqngiving the Federal agency any rights to incentions made

15 }?y .thea'lpardee) ';

(M) by .addirtgat the end, o]. the 'table of sec

tipnshr the chapter the .followi'i!g new uems:

(L),by adding tu the end of the chapter the

follqwirtg new sections;'

36

"212,.A88ig~ment oftitle pr;ight...
"213; Disposition' of rights\n educatiJndi ciw~~ds.:~J; an'd

2

1

18 (N) byame1/,ding section 20610 read as
19 follows:

20 "§ 206: Uniform. claueeeond rCfju'laiions

21 "The SecretaffJof C01nm~rce may initiate the r~guld'

22 tii/ris andrevisionstherelo dnd"Standar'd fundingdgreemimt

23 provisioAs,re~uiredtoimplement sections 202 thr'ough204,

24 to be promulgated by the Director of the Office of Manage-

3 "§ 212. Assignment of title. or rights

4 \'Subject, to regulations promulgdted under section 206,

5 upon a determuiatum th(j,t to do so is in the best interests of

6 the Government, an agency may assign title or other rights to

7 an invention to.apersonioheresuchtule or rights are held by

8 the Government under such termsimdcotuiitions as will en

g courage the domestic commercial.use of such technology.

10~'§ 213..Disposition qfrights inedueationaltuoards

16

17
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1 ment and Budget after full. consideration of agency and

2.public comment. '1.

3 (16)$ection 6(e) of the .Steoenson- WydlerTech-

4 nologylnnovation Actof1980 (15. H S.C,' 3705(e);

5 94 Stat. 2313) is repealed.

6 (17) Seotionl0(a)of the Act of June 29, 1935

7 «7 U.s. G.427i(a))is amended by striking out the last

8 sentence.

9 (18) Section 427(b) of the Federal Mine Safely

10, and Health Act of1977'(30US.C. 937(b)) is

11 amended by striking ouithelcst sentence;

12. . (19) Section' 306(d) of the Surface Mining Con-

13 trol and Heclamatum.: Act,· 'Of 1977 (30 ',u.s.a.

14 1226(d))·is amended by striking out'thefirsf two

15 sentences.

16 (20) Section 21(d) of the Federal Fire Prevention

17 and Control Act of 1974 (15 U.S. C. 2218(d)) is

18 repealed.

19 (21) Section 6(b) of the Solar Photovoltaic

20 Energy Research, Development, and Demonstration

21 Act of 1978 (42 US.C. 5585(b)) is amended by in-

22 serting "as amended" after "this title".

23 (22) Section 12 of the Critical Agricultural Mate-

24 rials Act (7 US. C. 178j) is repealed.

J. 36-966-0
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1 Be it enacted by the Senate and House of Representa

2 fives oithe United States ofAmerica in Confrress assembled,

3 That this Act' fuaYl!ecitlld as the "Uilifor:m Patent Proce

4duresAct of 1983".

A BILL

IN THE SENATE OF THE UNITED STATES

To amend'title35 of the Unit~d StatesCod~ lOt the pili-Jose ofcreatiilg a uniform
policy and Procedure concerni~~patent rights in inventions developed with
Federal assistance, andfor other purposes. . ... . .

98TH CONGRESS .
1ST SESSION

5· SEC. 2. (arChaptet38 of title 35, United States Code,

6 as added by Public Law 96-517 (94 Stat. 3018), isredesig

7 nated as chapter 18 of such title and all references to such

8 chapter 38 shall be considered references to chapter 18.

NOVEMBER 18 (legislative day, NOVEMBEIl14), 1983
" .' , " ,

Mr. DOLE (for himself, Mr. LAXALT, and Mr. DECONCINI) introduced the follow
ing)Jill; which was. read twice and refeded' to the Committee orr the J udici
ary

To amend title 35 of the United States Codefor the.purpose of

creating a uniform policy and procedure. ooneerningpatent

rights in inventions developed with Federal assistance, .and
for other purposes.
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1 (b) Part IT of title 35, United States Code, is amended

2 by inserting chapter,)S"asregesignl}t{ld herein,afterchapter
': '" "', - .. , :'.•';-: ',:,', ....,

3 17 of such title.

4 (c)'rheta,ple of chapters fo\titl13 35 isamengedby

5 iedellignatiIig chapter3.S as. chapterfS .andiIlserti.Ilgsuch
" ," :- '.'''. :-, ,"J' _0" .. '-, " :' .... :... _",',_,

6 chapter and section designations at the end of part IT.

. 7 SEC. 3. (a) Section 35 of the United States Code IS

S amended by addingllJteichapter 18, as redesigna.tMherein,

9 a new chapter as follows:

10 "CHAPTER19--PATENT RIGHTS IN INVENTIONS

11 MADE WITH FEDERAL ASSISTANCE BY OTHER

12 THAN SMAl.L BUSINESS FIRMS OR NONPROFIT

13 ORGANIZATIONS

"Sec.
·,,212, Policyandobjectives.
."213.pefiilltions.

· "214. .Responsibilities.
· "215.Disp~sition of.rights,
"216. March-in rights..
"217. Background rights.

14"§ 212.. Policy and objeetives

15~'In addition to the policy and objectives set forth in

16 secti0J:l.~OO of this title, it is the further .policy and objective

17 of the Congress to ensure that all inventions madewithFed

IS eral.supportare usedin am.almerto promote free competi

19 .fion and enterprise.

20 "§213. Definitions

21 "As used in this chapter, the term-.

S 2171 IS
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"(3) 'contractor',meansany person or entity

tion 1020ftitle 5, United States Code);

S 2171 IS

i\ ~'(5) iGove;;;ment' fmea~~ theG6Vernmetl.t of the
. ';...., ...;.... '-'\ ;""":, ,i ..' ""'.... ,\ ",Y'-"""""",, "1,;:;' -,_\ _, -5,;-

'c',,,,:'"" '(~'\ ..1;":-;":, "," " . \_... "0 '. ' :': _ > .... <

v ,·Dniteo.. States ofAmeripa;'
~ ";,." " ':: ., .\,; '~'!z,,;,-_"\~.~;'::,,

. ,~\'

3

17 ,. {other than,w Federal agency,.nonprOfit organization,

18 or small business firm, as aefinedinsection201 of this

19 title) which is a party to the contract;

20!'(4)']!1eaeral agency' means an executive agency

21 (as 'defined in section 105 oftitle5,United States

22 Code), and the military departments {as defined in sec-

15 tract;

16

1, ~'(lk'Administrator' means the Administrator of

2'theOffice of FederalProcurement Policy or his or her

3 . designee:
I

4,'{(2)'contrlwt',means any:contracti',grant, or co-

5 operative agreemententered into.betweenany Federal

6 . agency (other than- the Tennessee Valley Authority)'

7andanY'personother;t4ana small' business firm or

8. nonprofit organization (as defined in section·201 of this

9" title) .where '. a purpnaerof theconteaat. is the conduct of

10. '. experimental). developriientak ror research work; such

11 term dncludes any assignment, substitution of parties or

12, subcontracto£:any tier-entered.into or.executed for the

13 conduct of experimental, developmental, or research

14 work in connection with the performance of that con-

~25,
\ \ ~

24
,':;,\

\"q",', 23
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1 ,,(6)finvention' means rany invention or discovery

2·· which is or maybepat6ntableorotherwise;protectable

3 under this title, or any novel variety .of-piant. which is

401' maybeprotectable.undetthenPlantVariety Protec-

.5 tion Act.(7U;S.C.2321 et 'ssq.):

4

6 "(7) 'practical application' means to-manufacture

7 (in the .ease of a composition or product);.topractice (in

8 the case of a processor method); or to operate (in the

9casei ofamachineor systemkil1 eaeh-easeelander such

10· .conditions. as to establish" that> the invention is being

11 utilized and that .its benefits are, ,to;the extent permit-

12 ted bylaw or .Governmentregulations,available to the

13 public on reasonable. terms i or:through.reasonable li-

14 censing arrangements;

15 "(8) 'Secretary' means the Secretaryvof Com-

16 merceor his.or her designee; and

17 "(9h'subject invention'means arty invention ofa

18 contractor .eonceived or first actually reduced to prae-

19 tice in th!J performance of work under a contract: Pro-

20 »ided, That, in the case-of aivariety of plant, the date

21, ofvdetermination (as defined in sectiomi41 (d) of the

22 Plli,nt VarietyProtection Act (7U.S.C.2401(d)) must

. ~~ also occur-during the period of contract nerfnrmsnee.
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1"§..' ~14,~~s.p.()llSi~ilities
.. :,.~ ,:. - " : ,::. 'J. ,. ","_' .... ..

.2 "(a) 'I'he Sllcrllt~ry is authorized· to issue regulations
.. '.' -:, -.' "':',:. c.' .. ...<,' : ,"'.: ..', ,,' "'.i ;.'...... '- ',_ ... ,.,.... .. '. .. ,', .. '.' ... - .. '",

3 which..:IIlay~e,IIlade,applicfl<~,letQ all ,~edllral ,agencies imple-
.. . , .. " - _.- " " -.. ," ,., ,.. ..

.4. m..e.u.ting, the<proyisio~s"QLthis chapter,. and the Secretary
.,' ,',' .. ',._,'__ , ': .....:., _. ,:' '.:.' .' .,".::.".".,' :0,',>. ",. ",_ ,' ....i:.·... ., ..... '...

5 shall proscribe standard patent rightspr... ovisions fo..r. use under
d' _ ','. .... ..

.6 .. this. ,chaptllr, .. TlIjJ,,regttlll-tipl)-,s and the..standard patent rights
.. _,',.' ._,_, ,'. '_ ',_.,'" ',"d o ' ,,-,-" ','-, ... _. "- ..

7 ,P!ovjsion.~,is~i\,~lb~"subjecttppublic cQIIlment ;bjJfore their is

$ suanee,

U~ "§ 2!5.,. ~~sp()siti()p.ofright!\n:·.·',.·""
.. " .. ',. : .. ".c.",. ", : '. ',v' ,_,',;',_ _,,'"

17, "(a) S~bjeqtJp s~hsllct\OU(ctQfthis:secti()l)-. and.so sec-
,,,, '.,',.' :.,,' .. ,' __ ",_,' ,',- L, ' •. ' "".'-' .. ; ..-." ...... _ •.• ,- ','.•. " '., .•. , ... .- .•.,

18,Hpl)-2J,p of.thistit,ljJ,;(J!j.p4sHn!!i\,ctor:mlitM.jJlect tpJjJtliti~ title,

J~ ~jth~r1":prldf'i4~ Qrill ~1W~C.o,ul)-tFie~fl<~it·;mayc40ose,to

20 any subject inYllntion:,j>ro.v.idf?d,,·lwwever, .: Thltt It Fe,der.llcl
c.,." ,. .•._._.·: ' .'-"',.-, ·Cj·'}i.'./.:\ ..'. : ,·;.,'·.L,;·. ':·.'.. '.d..,·.."' ..:'·,· ",, ..' ' ..',,,.~ ,." :.", ,. ,

21 ag(JucYIIlllcy,at.thll timeof.contrltcting,Jimit Qreliminate this
;'. ,,':'.i',..., i..\' ,L .,. "" __ rJ "'~j '. ;",- i ..".\':. ','" '.: t c,._ '.:.'.'..> :. .'.... '.>'.:.;",.._...... __ '.'./,' ',..c.,__ ' '.. ' .i,C;.: .:::'-' ,,,' .... ; . ',,' ':.

22 r.,ight, .place ;a,!lqitipnl:j;!' rllstriQtion,s., or,co};l,llitipns. pn.the con-
. --:'. ,.... '--' .. '-' .. '. ~-.. '. ,,' ":""."'-' .' .... ,'...j'..,•. '--".' '.' ....... ,... ,,-'...' .-':'." '-:" ", ,.-,'.,,,...... ..- .', ',', ..

23 trac.UlllttgP.,b(Jyondth()~lJset forth in,r~ubsection(c).Qf this
,'.:' :.i·'.'.'·'·'·.:· '.'.'.,' ..-.. , ,,- ...' ,.\....' .... ,.,...q .•, ...,.,). '."., --.-., '.'.. "." .. '.. '-,,'.'--' --.....,....,. :." .•.•....

24 sc.ction, e:x'plJ,nd thjJ;rig'b,ts ..of th(J' GOYllJ;J;JWllP.t; to licjJp.se or
, ..,,1·,., ., •.... ', . . '· ... K,'·,_· .'''..'' -..'''.;'', .,',' ;".".'.. '_,.' ,'," _••__",,,.,,,., , ..... ' ..'.'__,'" ... d ... ' ... -

25 sublicense, and alter or eliminate the contractor's right under

26 paragraph (6) of subsection (c) of this section if-.

S 2171 IS
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6

1 "(1) it is determined lly[Gdv~rnIii~nt[uthority

2 whieh-is'<authorized-by statllte or E4~cutive order to

3 ····eondl1ctfor~ignirite1Iigerice or '<Jollntermtelligence ao-

4 tivitiesthat this is rie<Jes~aryto protecfthe"secllrityof

5 such activities:

6 "(2)' itisdeterinine[ tHil:t the'·dontdctdr is not10-

7 dated iritheUnitedStatesotidoesnot'havea'place of

8 business located in the United States, or is atoreign

.. 9 ·goverrirnent; ,r.';.'>

10· H(3)itis'deterrniried, on aen.se~by-<Jasel)asi~, th~t

11 there are ie:ice~tional'<Jirc1lms'Ml<J~sireqUiringj sucH

12aetion to' betteF'prorilOte'the'policies'anddbjectivesof

1.3 seetloris 200aI1d 212'()£ tms'title.

14 "(b)(1) 'Each determiriation'reqmredbysubsectiori(a) ()f

15 this section shall be in writing and, except iIl.'tHg'cise'M

16 paragraph (1) of subsectioil"(aYof'tms"§eetiou,tHe ~gency

17 shall, Withillthirty\d:\.fs'a£ter'the a~ard;of the applicable

18 eoiltract; file With the'Sec:retary'acopyof'elwn sudhdliteriIli

19 ..nation. lrith~ ease'b£; 'adetefffiiIl.atioh uMer: subse(;iibn(a)'(3)

20 oftliissllctiou;"th€{'~tateIiIent~halfih(Jlude :\.u·analysis sup~

21 porting the det~rIiiinatiOharid jllstifYiHgthe'liIiiifl.i.tlbns aha.

.·22 conditioI1sbilirighriposed'.'::rf thE;, Sec:ret~ry believes that any

,23 indiVidl1aldetermirtaHoA brpattel-h ;of'dllt~rIiiinl.i.tiortsis' cOIr

24 trary to the'Wrms;pdlicY, Or 'SJ)jectivgs SrthisAci,th'e Sec-



, ;.;-.'.';;",;;:, "'" i<:-,':

"(2) Whenever the Administrator has determined that3

1

1 retaryshall so advise theh&adoftheageHcyeoncerned and

2 the Administrator· artatecomhHlhd correctiveactions,

19 that, upon request, the contractor will assign the G()V

20ernrrHmt' title t() any subject invention not disclosed

21 within suchtime:

22 . "(2) that, unlessth.e Governmont hasacquired the

2S right to titleurider· subsection (a) of this section-

24 . "(A) the contractor make a written election,

25 as to theretentionoltitle to the subject invention

S 2171 IS

4 one ormoreFederal ag&ncies are utilisingthe authority Of

5paragrapll (2) or (3) ofsuBsecttoIi (a) in a manner that is

6 contrary to the term~, poliey.iorubjectives of this Act, the

7 .. Ad.i:hinistI'ator i~au:thorizeditO: issue policies, procedures, arid

'8 guidelineadesotibing classes of situations in which agencies

9 may not utilize theprovisioneofparagrapli (2) or (3) of sub

10 section (a).

11 "(c) Iii accordance "lVithtlre 'regulations to be issued by

12 tlreSecretary, after public comment, each contract that the

13Gov~tllment or any Federal'agency acting()h behalf of the

14 Government may enter into shall employ a patent rights

15 clause containing appropriate provisionsto effectuate the fol

16 lowing:

17 "(1) that the contractor'disclose each subject in-

18 ventionwithin a reasonable time after itis made and



8

i'.:

p;ara:gra,ph (llofthis subsection;

"(U).thllGovernrpent may, upon.request, re-
!" .. " :: ,', _'.\' "" ',',: -' ," .. : .. ,: ," _.. .. .. i

within a reasonable time after disclosure. under.. .. .. , "'.\ !. ~ ..... ...... ,.... , _.. _.... ,

"(3) that with respect to any subject invention to

which a ,cpptra,ctor .lllect.stq retain. title, the United

States sh311 .have ,(unless additional right,s have been

ta.. ken. under subsection (a) of this. section) a ...nonexolu-
.. ,'-'.'. .. .... -' ,:- -,',:",': .... ,- .. ,'" ,'-'.. ..

sive, nontransferrable, irrevocable, paid-up license to
.. •••• .. .-, :: , .. .' .... 0 ,',' .. ' '..',' ,l'" '.', _ '::",F _ .. "'.' -,',0,

make, use and sell the subjectinventionthroughout the

world by. qr..onbohalf pftllll,UIlited~tates:Provided,

'1.'hat. t.he.contract.may. provideTor such additional
.,' "," ,'" ,,' :;-, .' ' ... ' ..

rights, incllldipg.th(lrighttp assign or have assigned

foreign, patent rights)!). the .invention, as determined by

section;

ceive titlr t9aIlysullject invention in any coun

tries in. which the contractor has not elected to
0' .' .' ;, ,. ;',;1-- "', " ',' _"'.< .. .. ...... '. ,',' ,j" .. .. ..

retain title within such time:
i ,': : •.•.. '0'", ,':.) :_',; , _'"

"(0) a. coptract9f electing tp Jf:lta,in ,titlf:l to a

subject invention ,)ViII file, .patf:lnta,pplicatiolls

within reasonarle times..and

"(D) the Government may, upqnrequest, re

eeive title .to apy subject invention. in any coun-
".''.,'' -:,' :,' ... ,' ',':.t,._ .'_,'" .' ,:,"0'; "',',_" ;

tries in which. the contractor has failed to file

p;atIJl}t.)tppliqations within .the reaspnable times

specified pur~ul1nF to subparagraph (0) of,thi.s sub-

S 2171 IS

1

2

3

4

5

6

7

8

9

10

11

12

13

14

15

16..

17

18

19

20

21

2~

23

24

25



9

1 " the agency.as necessary, for.meeting the. obligations of

2 the United States under ,any treaty, or ,other interna-

3 tional agreement,arrf!,ngement of cooperation, memo-

4 randum of understanding, or similar international ar-

5 rangement, includingi-military -agreements relating to

6 weapons development and production;

7 ~',(4) that the agency.mayrequirewritten reports

'8 .on the.commercial· use' or other forms, of utilization or

geffortstoWll,rd obtaining commercial utilization made by

10 the contractor or i,tslicensees or assignees with respect

11 to any subject invention to which the contractor elects

12 title,pursuant tothissllction:Pro'Vided,That any such

13 report, as well .as any .information on utilization of ef-

14 forts toward obtaining utilization obtained as part of, a

15 proceeding under .section 216 .of •. this title, shall be

16 treated. by the Federalagency.as commercial or finan-

17 eial information obtained from a person and privileged

18 or confidential and-not subject to disclosure under the

19 Freedom of Information Act (5 U.8,C.,,552);

20 "(5) that the contractor, in the event a United

21 8tates patent applicationis filed by Or on its behalf or

22 by any assignee of the contractor, willinclude within

23 the specification ofsuehapplication and any patent is-

24 suingthereon,a statement specifying that the inven-

82171 18--2
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;ltioi was made with Government support and that the

2 Government-has certain rights in the invention;

3 '\(6) that the contractor, in cases when it does not

4 elect to retain title to a subject invention, shall retain a

5nonexclusive,.royalty·free, paid-up, worldwide license,

6 including the righttbsublicenseaffiliates,subsidiaries,

7 and;existing licensees to whom the contractor is legally

8 obligated to sublicense in any subject inventionfo

9 which the GOVernment obtains title, which license shall

10 . be revocable only to the extent necessary for the Gov-

11ernrnentto grant an exclusive license: Provided, howe

12 ever,That the contractor shall not be entitled to sucha

13 license if the contractor. has fraudulently failed to disc

14 close the subject invention; and

15 . "(7) suchother administrative requirements that

16 the Secretary determines tobenecessaryto effectuate

17 the rights of the Government as specified in this chap-

18 ter; which are not inconsistent with this chapter.

19 "(d) Agenciesafe authorized to includeawards to inven-

20 tors to .stimulate reporting of subject inventions as an allow

21 able element of cost if such reporting results in the agency

22 initiating a statutory -inventiorr.idisclosure, the filing of a

23 patent application, or issuance of a patent.

24 "(e)(l) A Federal agency may, at any time;waiv~ all or

25 any part of the rights of the United States under this section

S 2171 IS



11

,1 'or section 216 ofthiditleto any subject invention or class Of

2 subject inventions made or which maybe made under a con

3 tract or class, of contracts if the agency determines that-r-

4 "(A) the interests of the United States and the

5 general public will be best served thereby; or

6 "(BY the contract .involves cosponsored, cost-shar-

7 ing or joint venture, researchdr development and the

8 contractor or other' sponsor or joint venturer is required

9 »to .makeu.isnbstantialfcontribution oLfunds, facilities,

10 or equipment tdthework performed under the con..

11," ' tract.

12 "(2) The agency shall maintain a record, which shall he

13 ., available to the.public;and periodically updated, of determina

14tions made under .paragraphIj) ofthis subsection,

15",(3) In making determinations under paragraph (1) of

16 this subsection, the agency shall consider at least the follow

17' ingobjectives:

18 "(A), enoouragingwide availability to thepublicof

19 the benefits of the experimental, developmental, or re-

20 search programs in the shortest practicable time;

21 "(B)promdtingthe commercial utilization ofisuch

22 inventions; .

23' "(C) encouraging participation by. private .persons

24 (including the most highly qualified 'persons) in the

S 2171 IS
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i 1 Governmentcsponsoredexperimental,developmental, or

2 research programs; and

3 "(D) fostering competition and preventing. the ere-

4 ation.ormaintenance. of situations inconsistent with the

5 antitrust .lawsof theIlnited States;!

6 "(4)iWithTespect itocontractsin' which an agency in-

7 vokes 'paragraphs (11 through (3) of subsection (a) of section

8 2.15, a Federal agency may,after'ja subject invention has

9 .been identified, waive anylimita.or..additional restrictions or

10 conditiofisplaoed on-a contractor beyond those set forth in

11 sections 215 and 216 and may allow the contractor to retain

12 the license rights set forth in subsection (c)(6) ot.tltis section

13 iifsuch license Tights were otherwiselimited intheoontraet.

14 "(f)IL acontractor doesknot elect to retainworldwide

15 title .toasubject invention; the Federal agency may consider

16·· artd,afterconsultation with .thecontraotor..grant.requests for

17 retention of rights by the inventor on such torms.andcondi

18 tions as.the agency deems appropriate.isubject to section 216

19 of this Act:

20 "(g) In any case when a Federal employeelisa coinven

21 tor of any subject-invention.cthe Federal agency employing

22 such coinventor is authorized to transfer or assigniwhatever

23 rights it may acquire inthe subject invention from its employ

24 ee tothecontractorsubject to the same conditions set forth

S 2171 IS
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1 "(b),Adetermination madeprirlluant to this section shall

2 not be considered a contract dispute and shallnotbesribject

3 to the Contract Disputes Act (41I:LS.C60ket seq,» Any

4 contractor.adversely 'affected by a.determination, under this

5 sectionmay;;atanyti:rne within sixty days after.the date the

6' determination is issued, .file a petition in the United States

7 Claims Court, whiehahallhavejurisdiction to determine the

8 matter de novo and to affirm, reverse, or modify as appropri

9 '. aterthodeterminationof the Federal agency:

10 "§.217;BackgroundTights

11 "(a) Nothing contained in this chapter shall be construed

12 to deprive <the owner ofany background patent orqfsuch

13 ;rights as the owner may have undersuch patent.

14 "(b) No contract shall contain a provision allowing a

15 Federal agency to require the licensing to third parties of

16' inventions .owned by, the contractor that are not subject in

17 ventions unless' such provision has been approved by the

18 agency head and a written justification has been signed by

19 . such agency head. Any such. provision will clearly state

20 whether the licensing may be .required.in connection with the

21 practice of a subject invention, a specifically identified work

22 object, or both: The' agency head may not delegate the au

23 thority to approve' such provisions .01' to sign-the justification

24 required for suchprovisions,

S 2171 IS



S 2171 18

(2) by~da.ing .'P;~~id~d,!'1'hat;iii 'the case of a

21 variety ~(plant, th~ dit~!~fd~i~rn{ihaticiri (is· defined

22 in ~e()tion 4i(d)~fthePlant'V~rietYProtection Act (7

23 U.S.C:24dl(d»)mu~f~1~o occurdllring the period of

':19. Patentrightsjn ill"enti9Ils madewith !]?eder31 assistance byotherthan sm.all
business firms or nonprofit organizations." .

15

20

14 (c)Chapt~~ 18 of title 35, UnitedSi~t~s Code, as redes-

15 igIlatedherein, is amellded-

16 (1) by ~dding "~r ariy n~~ei~~ri~tY~fplant "'hich

17 is or mayb~p~~tectabl~ lihderthe! Pl~nt Variety Pro~

18tecHon Act·(7u.kC: 232('et~eqSi>immed.iatel'yafter

19 . i'title" ill se~tioii!2J1(d);

1 . "(c) A Federal agency! will not require the licensing of

2 third parties under any such provisiohllIllesstheagency head

3 determines/that'the use oftheinvention by others is neces

4sary for the practice of'a subject inventionorforthe use of a

5 work object of the contract andthat-such.action 'is necessary

6 to achieve practical !application of'the subject invention or

7 work object. Ari§!such determinationwiU, be made on the

8: record after anopportunityfor>anagency hearing, and the

9 cOntractor shall!be givenprompt:!notification of. thedetermi-

10 nation byccrtified 6r'registered mail,"s:

lllb)The taOleof chapters!for>title !35,UhitedStates

12 Code, is amended by.adding immediately after the item relat

13· lng'to chapter 18 as.redesignated hereinthe following:
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1 ' cOIltractper;foFmanci:m, iDlme<l,iately!after"agreement"

2 in .section. 201.(e);:::,: <,

3 (3)insectionJ 202(a), bO"; amending clausefi) to

4 ' read as follows:/'(i)Jwhenthe contractor-is not located

I') in the 'UnitedStatesor;dQesmot havee-placeofbusi-

6 .ness located inthe.United.States; and

7 (4): by,amendingcsectionj2020(l), to read'as follows:

8' "(b)(lhThe,rights oLtheGoverUlJ1ent. ,under paragraph

9 (a) Of thissectionslialhnot;be' ~Xiercised.by,aFederal:agency

10 unless it first determines that at least tmi3 of"thef conditions

11 identifiedin subpafagraphs (ibthrough;(iii) of paragraph (a)

12" exists, Except ,in'theJcase.()£'paragraph, (aHiii),theagency

13 shallfile with the ,secretary of°orn,merc,e, within thirty ,days.

14 after the award of the applicable funding agreement; a copy

11') of such .determination. In the case of a determination under
" " '.- .' . -. "',' .-,.-, -.'- - ,",'.- .-

21') al Procurement Policy has determined that one or more Fed-

\\

u;

24

21 the Secretary shllllso,ad'ise ,thl:)h,l:)ad of tp.e agency con-
. " '.>,'- '.<,';. _1_ " ...~: '- ..-.! "..':":" "..' \: .'.: ',':.'-,1 l,,'.' .- ' .:. " :

22 cerned and the Administrator of the Office of Federal Pro-
'Y'J .- )L?' .-

23 curement .~glicy,a.n~resgrmnen~porxective actions.
<:-"'.'eI:,",'::- .,,~:i~_(.\,1:iL':;::} ,,;,,~.',_, ':,::': ',,:;':

"(,2) Whenever the Administrator of the 0,ffioe "of Feder-
, , ., ",-,' ',- ,':"._,', :'/' " "

19 ruinations is .contrary tot4e policies and objectives of this
',t-", ',,>'){( ;:;>,'X':, ~::-_ :':, J').C',,> ~ ';" ,:', '::, .- ' ..: -!.'-,/\:,-':J,:"';L

20 chapter or otherwise not in .conformance with this chapter,; ':>;' !:: >:.- .- .-, '-. .-.- .' ,

16 paragraph (a)(ii), the statement .shall include an a~lllysis justi-

17 fying the determination. If the l3ecretary of Commerce be

18 lieves that any individual determination or pattern, of deter-
( ,'-""" ..', " .. "-)J:\:;~:;'.:y:";,'o::!,.;'-~<\'- ,',' ',.oJ .-



(5).by: a,rnllnlljpg slJ,bparagraphs, .(il),(2)j (3), and

:(4),of sec.tion 292(c), to .reall· as, ·foll.ows: ".'

,it(l) That the.contractQr disclose .. eachsubject in-

,.ventionto.the ,lj';e.deral;l),gency within. aTeasQnable time

afteritbeComllS knownto, contractor personnel respon

sible, fQf.f theadministrationof ipatent .matters, and tha,t

the Federal;GOyem!Jlllntimayreceiye titlet6 any sub-

. jeetinvention not.i~scloslllltoLituwithinsl1ch time.

"(2) That the contractor.. make;a.writtlln election

within two ,years afterrlisclosureto the-Federal agency

(or sugh allWtl()nal;,tiWll!;as Way bll,'approyed by the

lj'l)llerahageIlcy) whether, .the contractor will retain title

to a. sl1bject invention: 'I!rov,id(',(l;: Thakin; any case

,wheljepp,ublication,' .on.sale, on p).lblicJl~e,has initiated
,. --,--,. .. -, ." "": .• - - ..'. u,. C,'

the.',oneyell:rr;.statutory: ,petil?llsin',.whi(jh,,yalid patent

protectiQn)(jan s@be,obtll,iMdrlJi);;thll' United States,

4 ministrator is authorized to issue, :regulations.describing

)5. classes, of, si,tuatious.in which agencies "may not exercise the

6 authorities of"those:subparagrl),phs.

·7,. . '.')

17

'•. 1.eral agenciesiare.utilizingthejl,uthority.)of' subparagraph (i) or

.2 (iiLof,paragraph (a) of.thiss.ectioPi in.amanner.that is con

3';trary 'to thepoliciesahll,objectives oLthis'chaptet, the Ad-
, . ." "~J

S 2171 IS

,23. . the Pllriollforelectionmttybe"shortenellby.the Feder-
",1' -, ,',- '.;' '_.'

,24 '," ",) al.•agllncy,W,allatethP,t.,is ;IlQtnmore'tl.lltn,sixty days

:25 .prior to.the-end, of:the;8ttttutorYt.periQ.ll:·i!nd provitJ.ed

8;.

,9

10

it.

12

13

14

15

16

17

18

19

20

21,

22
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1 . furlher, 'That 'the Feaeral'Gt()vernment >may receive

2'" .··tltle to' anyxsubject-invention inwhioh' the contractor

3 does' not elect toretairi.·Tights orffails<to (elect rights

4 within:s1tchtimes',

5 !'(3) That a contractor electing rights in a subject

6 invention agrees to file ap'atent application prior to

7 any statutorybaraate thatimay occur under this title

8 due topublicl1tion'; on sale, 'oli ,public use,and shall

, 9 thereafteriifil~ correspondingplitentapplications 'in

10 other countries in'wmcnit Wishes 'to Tetain title within

11 reasonable! times; and, that' the Federal Government

12 ' maf'teceiVe·titlettFanysubjeetiHnventions in the

13 United' States or other 'countries' inwhich the oontrae-

14 torhasnotfiledipl1tent'applicati<lllsonthe subject in.

15 ' verttion-within. suclfitimes,

16 "(4)' Withrespe6t to any invention in-which the

17 contractOt!elects rights; the Fedel'al agency shall have

18 • . a 'ftonexclusivep nontransforrablevirrevocable, paid-lip

19 license:t() practiee'or have practiced for or on behalf-of

20 the United States ariysubject inventionthroughout the

21 world.:Provillell\Thatthefundillgagreement' may pro-

22 'Vide forstfchi'additi()naIJrights,inchlding' the .rightfo

23assigrt'oFha've,'assrgnedforeign"patent rights in the

24 subject invention,asal'eaetermmed by the 'agency Las

25 neces§a;ryi!formeetingthe ()bligations' of the United

S 2171 IS
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States-under.rany, treaty;, international- agreement, ar

2 rangement of cooperation, memorandum ofuaderstand

.Sing; Qr· ~iIpilararrangemel1t,jncluding,military agree

4 ments relating to weapons development and produc-

tion:~.

8 2171 18

,6.,(6.};by laddiug:the.fpllowing ne:W:Paragraph at the

70 'end.of section 2Q2:

8 "(g) A Federal agency mayatanypjmll waiveall or allY

9 pa~tof .the., righ.t~ ,of the United .State~,' under paragraphs

10 (c) , (4).through (8)6fthi~section,~ectiQn20?,and section 2Q4

11 ofthi~ chaptet;to !tnysnhject:inveJition~madenJider a fund

12 ing agreement orcla~~ offundj,ng'agreelllent~ if the agency

13 determines (1) that the interests of the United States and the

14 general public.will.bebest servedthereby; 01:(2) the funding

15' agreement involves, cosponsored, cost,sharingor joint venture

16. research-or venturer is:reqUiredtq make.or.hasmade a sub

n stantialcontrihntionof funds, Iaeilities.eor equipment to the

18 work Performed under the funding agreement. .The agency

19 shall maintain atecord, which shall he availahle to the public

2Q' and periodically updated, of determinations.made under this

2'1 "paragraph. In making such determinations, under clause (A)

22 of this paragraph, the agency shall Consider at least the fol

23 lowingobjectives:

24 "(1) encouraging the Wide availahility to the

25 public of the benefits of the experimental, developmen-



shall'",

(7}by'strlkingout "may" in s{jction202(c)(5) and

inventionsp!

.·!'(2) promoting: the commercial utilization of such

time;

tal, ....or . research ··program. in .the.i'shortest ,. practicable

20

(9) by adding at the end of section 203 the

following:

(8) by striking out "and which is not, itself, en

gaged in or does:not hold a .substantial: interest in other

otganizationsengaged ill the manufacture or sales "of

products or the use ofprocesses that might utilize the

invention or be in:conipetitionwithembodiments of the

invention'vincelause !(A)oi section 202 (c)(7) and by

strikingoutdause' (B). of section 202(c)(7)andredes

ignatingclauses (C) and (D) of such section .asdauses

,,(BY' and "(C)"; respectively: ..

"(3) encouraging participation by private persons,

including the mosthighly'qllalifiedpersons, in Govern

ment-sponsored experimental; developmental, or re

search programs/l;Md .

inserting'inliell'thereof~'aswellias any information on

·.lltilizatioh or efforts at obtaining utilization obtliiriedas

part of a::proceedingundersection 203 of this chapter
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(10)l>Y amellWng.;sf:)otion 20(; tq read as follows:

24. to-

20 (11) by amending section 207 by adding the fob

21 ~owingne",pll;ra.graph.at tp.eend tb,ereof:

22 "For the pu?pose of assuring theeffective management

23. of G-qyerpmlJllt-()",ne~ inventions.ahe..Secretll,ry is authorized

8 .to determine the manner. de novo.and.to ;a,ffirm, reverse, or·,._,c,,' ,'0_ 'c' .. ,...... ,,- ,0'.. ,',_ ••....'." ...,'," ,_._" ,

21

S 2171 IS

11

9 ' modify (.a,§ appr()prilj,te,tp.f:).~etermiIlati()n()f the Federal

10 agency.'"

12 "§206. Uniform clauses and regulation.s.,.,,:. -." .... " ".'-x:' :.",.. ".,._ ",' ",,' ,,' •..•. _"

13 "The Secretaryiof Commercevmay-issue regulations

14 which may be made appljqable, tOe Federal agencies imple

15 menting. the •provisions of §ections20g through 204 of this

16. cp.ll,pter ..and shlj,U,estapU§p. stll;Agardfunwllg agreement provi

17 sions required under this chll,pter: The'i regulations and the

18 standard fu;o,ding agreem,entshall be subject to public com

19 mentpefqre their issuance.":

, 1 "p"'~etermiIlatiqllPursuallt tothj§. section shall not be

2con§iderf:)dac()ll;tractdisputf:) ll,n~ shallnot bersubject to the
C .h .... ",_.' ...,', .. '_ _,

3 Contract Disputes Act (41U.S.C. 601 et seq.). P...I1Y contrac-

4 tqr, assignee, qre]l:lJlusive lic.f:)llsee adversely affected by a

5 ,deteIJIrination.under.this section m,ay,lj,tallyitim,e within

6*ty .daysaft~r. thedetermiIlll,tiOll is issued, file a petition in

7 the United States Claims Court, which shall have jurisdiction



22

1 ~'(A) assist FedernJagericy effbrtStopromote the

2 Iieensing andutilization()f G()Vel'rimehf2bwned iIlven-

3 tions;

4 ~'(B) assist Feder~Fagencies in seekingprotection

5 'ahdmairitainirig iriveritionsin foreign coimtl'ies, irtcl~d-

6 ing the payIIl.ent of fees arid costs connectedtherewith:

>7 and

8 "(C) consult with and<adVise Fedefitl agencies as

·'9 to areas ofSciehcelLnd techhOI()gy researchaJid2dev~l-

10 opment with potential for commercial utilization.":

11 (12) bYameIiding sectiori' 208 by striking out

12 "Administrat()rofGerieral SerVices" and. irlsbrtingin

13···lieu·'there()f"Secretaryof Commerce"}

14 '(13) by amending section 209-·

1'5 (A) by striking outsUbselJtion (c)(2);

16 ..,(Bjbyredesignating subsectioIi (c)(3) as srib-

17 section (c)(2); ahd

18 . (C) by strikiIig out alliii paragraphtd) after

19 "objections" and inserting in lieutheteof a period;

20 and

21 (14) by adding "oftheUnited StateS"in section

22 211 after 'flaw" .

23 SEC. '3Ha) Section 205(a) of the Act Of Auguh 14,
24 1946 (7 U.S.C. 1624(a», is amended by striking out the last

25 sentence thereof.
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1 (b) Section 501(c)of the Federal Coal Mine Health and

2 Safety Act of 1969 (30tr.S.C.951(c»)cisamendedby striking

3 out the last sentence thereof.

4 (c) Section to(i(c) of the National.Traffic and Motor Ve-
r

5 'hiele-Safety Act of 1966 (15 RS.C.1.395(c»isrepealed.

6 (d) Section. 12(a) of the National'Science Foundation

7, Act of1950(42U.S;C;;187l(a» is repealed.

8 . (e)(1) Section 152 of the Atomic Energy Act of 1954

9 (42 U.S.C. 2182) is repealed: Providedp however, That such

to section shall continue to be .effeetive with-respect to any ap..

11 .plication for -a patent inwhich the statement under oath re

12 ferred to in such section has been £iled of';requested to be

13 filed by the Oommissionerof Patents and Trademarks prior

14 to the effective date of this Act.

15· (2) The item relating to section 152 in the table of con

16' tents of the Atontic Energy-Act of1954 is amended to read

17 as follows:

"$ec. !5~., Repealed",

18 (f) The National Aeronauticsand.Space Ac~ of 19Q8 (42

19, lJ.S;0. 24.51 et-seq.lis.amendedby-c-.

20· (1) repealing sllbsections (a)--(h) and G) 9f.section

21 305 thereof (42 U.S.C. 2457)l Provided, h()t/)ever,That

22, subsections (c), (d),~nd(e) of SUGh sectioIi shall contin-

2.3 ue tobe effectiYewi~hresPe()t to any~ppliGation for

24 paten~s in which ~he writ~en s~ate1ll,entref,erred .~oin

25 subsection (c) of such section has been filed or request-
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l"edto be filed by, the,Oomrnissioner of Patents and

2, Trademarks prior to the effective date of .this Act;

3 (2) striking out in section 306(a) thereof (42

4 ·'U.S,O. 2458(a», "(as defined by section 305)", and by

5 striking ?the Inventions and Contributions..Board, es-

6 tablisbed !lIHlersection 305 ofthis Act"'and inserting

7 in lieu thereof "an InventionSand'Oontributions Board

8 . which shall beestablishedbythllAdministrator within

,9; the Adwinis.tration' '; and',

10(3)·striking,outi,in section' 203(c) thereof (42

1L U.S.O.2473;(c», the following: '~(incluilingpatents. and

12 rights.thllreurtder)".

13 (g) Sllction 6 ,pUhe Act of July :7,1960 (30U.S.O.

14 666), is repealed.

lI'h(h)Sectipn4of the Helium Act Amendments of 1960

16 (50 U.s.O.167b)is .amended.by.atriking out all after "utili

17 zation" and inserting in lieu thereof a period.

18 (i) Section 32 of the Arms Control and Disarmament

19' Aot (22 U.S.O;2572)isrepealed;/

20 G) Subsection (e) !ofsection 3020fthe Appala(jhiaH ReI

21 !gional De'velopmentActof 1965 (40U.S.O>App. 302(e»is

22 repealed;

23 i{(k) Subsections (a) through (k); (m), and(n) of section'9

24' Of' the" Federal Nonnuclear EriergyR'e':Seardh and .Develop

25me'IltActof1974!(42 U,S.O; 59b8) are repealed.
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1 (1) Section 5(d) of the CorisutnerProduct Safety Act (15

2 U.S.C. 2054(d»is repealed.

3 (m)Sectidnf30fithe Ac'tdfApril5,1944(30 U.S.C.

4 323),isrepMled.

5(ri) Section 8001(c)(3) of the Solid.Waste Dlsposal Act

6 (42 U.S.C.698r(c)(3» is'repealed:

7 (0) Section 6(e) of the Stevenson-Wydler'Technology

8 InnovationAct of1980 (15 U.S.C. 3705(e» is'repealed.

9 (p)Section iO(a) oftheAhtofJuIle 29, 1935(7 U.S.a.

10 427i(a»is afueIid~d bYstrikji\g'th~llts{s~Ilt~ric'~'theteof.

11 (to Section 427(b)of'the :Fedet~lM:ineSai~ty and

12 Health Act of 1977 (30 U.S.C. 937(b» is anJ.ehdedby strik

13 ling the last sentence th~reof.

14 (r) Section 306(d) oftlie surface MiiliIlg Chntr61 and

15 R,ec'lanJ.ation Act of 1977 (30 U.s.CJ'. 1226(a»is aIIiended by

16 strikingthe first two ~enteh<!esihereof.

17 (8) Section 21(d)of the FederalFirePrev~ntion and

18CJontrol.A.<!t of 1974 (15 U.S.C.221S(d» is rep~~red.

19 (t)Section 6(b)0(tlie Sbl~r Ph6t6foltaic' Energy Re

20 search;I)~velopment;aIld DenJ.onstrationAct df19'78 (42

21U.S.C.5585(b» is ltnJ.~:b.ded by striking"7,8; and 9" arid

22 inserting in lieu thereof "7 and 8".

23 (u)Section 12 df tliM Native Latex' Commercialization

24 'alla EconomicDevelopment Act of 1978(7 U.S.C. 178j)is

25 repealed.
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SEO. 5. (a) This Act shalltake effect six months after:r,' ,.'- .. -, H' .. - ,,- " ,,-, .. -,' ,'"." ,-,'

"Sec-.l~3. Repe¥ed~"

1 .. (v)~ection 408 of the. Wa,t.er ItesearQhand, Develop-

2 ment Act of 1978 (42 U.S.C. 7879) isrllpea,lede .

3 'hv)(1)Sectiop.173qf .the United §tatesSynthetic Fuels

4 Corporation Act of 1980 (42 U.S.C. 8773)isrepealed,

5 (~)T4eitem,rellJ,tip.g, to seGtiqn 173 in. the table of sec

6 tions of the Energy SecllrityAct(42IJ.~.O.8701etseq.) ~s

7 amended to wad as follows:

26
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9 to. ap.y personimmunity from civil ororiminal lia,hWty, .. or to
.' .. ',< ",",.,_; .. ", .:" "" ',"-:. ", _" ..;_. - _'c.- .. ', "_,',, :' .... >. -,' _'0' :." ,,',,' ....-c.• " ',', ,',_', :. _,.• ", _,' .....• :.". ',:

8 S~c. 4..NotlJ,ing inthi8AGt~haU1Jecdllllmedto convey
, " .. " -0' " .. '. .. '-.. _.... .." .' ".." ..- _,' ..1 ,'-' .. - '.".. ',', - .' .. .. ..

12

lp tileda,te of enactment (Ifthis.AGt.

14 (lJ) Mtll)." the effective date of this Act, each Federal.' .. .', '."--', ", .. ), ..... ',;,,'," ,'''., ':".," .. "'." -", .... :.;.. : -, ".- .. ,',' : -, ..

15 agency is authorized~ notwithstandingany oth(lrJa,,,,govern.

16 ing the disposition of rights in subject inventions, tp allow a

17 contractor qr a.n inventor to retain .. title .to subject ,inventions

18· madelllld(lr 9op.tra,cts a",arded prior to the, effective date of

19 this A~t, subjectW thasame terms lJ,1).~eollditlons.as\V0ul~
-,.<' ,'-',;' : "".; ,', ',' - .... ' "-'" ,',

20 apply.ullder this Act had. the contract been.. c.nteredintoafter
,_ .. ',' .. ';" ,', .. ' ..., ·i: '. ' .. ':,':" ....... : ., .' '. . . '.

21 the effective date of this Act. .

22 ,~l!Jo. 6. Withill twenty-fourmonthsafterthe date of en

23 actmentof this Act ap.d every t~YY~a,rs the~eaite~,tne Sec

24 retary of Commerce shall submit to Congress a rllpqrt of the

25 implementation of chapters 18 and 19 of title 35, United

10 crea,t~any d~fensc to fLctiol).s".undera,ny antitrustlaw of the

11 United Sta,tes.
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1 States Code, including any recommendations for legislative

2 or administrative changes to better achieve the policies and

3 objectives of such chapters.

o




