CHAPTER XXXVII—PATENTS,
TRADEMARKS, AND COPYRIGHTS

Executive Orders

10096 Providing for a uniform patent policy for the Government with res;ﬁéct to iﬁ-
vention made by Government employees and for the administration of such
policy.

Executive Order IOO‘?&—-—Providing for a uniform patent policy for the
Government with respect to inventions made by Government em-
ployees and for the administration of such policy

Source: The provisibns of Executive Order 10096 of Jan. 23, 1950, appear at
15 FR 389, 3 CFR, 1949.1953 Comp., p. 292, unless otherwise noted.

Cross ReFereNCe: For information concerning the functions transferred between
the Commerce Department and the Government Patents Board, see EO 9865 of June
14, 1947, 12 FR 3907, 3 CFR, 1943-1948 Comp., p. 651.

WHEREAS inventive advances in scientific and technological fields
frequently result from governmental activities carried on by Govern-
ment employees; and

WHEREAS the Government of the United States is expending large
sums of money annually for the conduct of these activities; and

WHEREAS these advances constitute a vast national resource; and

WHEREAS it is fitting and proper that the inventive product of
functions of the Government, carried out by Government employees,
should be available to the Government; and

WHEREAS the rights of Government employees in their inventions
should be recognized in appropriate instances; and

WHEREAS the. carrying out of the policy of this order requires
appropriate administrative arrangements:

NOW, THEREFORE, by virtue of the authority vested in me by
the Constitution and statutes, and as President of the United States
and Commander in Chief of the armed forces of the United States,
in the interest of the establishment and operation of a uniform patent
policy for the Government with respect to inventions made by Govern-
ment employees, it is hereby ordered as follows:
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The following basic policy is established for all Government
agencies with respect to inventions hereafter made by any Government
employee:

{a} The Government shall obtain the entire right, title and ‘interest
in and to all inventions made by any Government employee (1) during
working hours, or (2) with a contribution by the Government of
facilities, equipment, materials, funds, or information, or of time or
services of other Government employees on official duty, or (3) which
bear a direct relation to or are made in consequence of the official
duties of the inventor.

(b) In any case where the contnbunon of the Government, as
measured by any one or more of the criteria set forth in paragraph
(a) last above, to the invention is insufficient equitably to justify
a requirement of assignment to the Government of the entire right,
title and interest to such invention, or in any case’ where the Govern-
ment has insufficient interest in an invention to ‘obtain entire right,
title and interest therein {although the Government could obtain some
under paragraph (a), above), the Government agency concerned, sub-
ject to the approval of the Chairman of the Government Patents
Board (provided for in paragraph 3 of this order and hereinafter
referred to as the Chairman), shall leave title to such invention in
the employee, subject, however, to the reservation to the Government
of a non-exclusive, irrevocable, royalty-free license in the invention
with power to grant licenses for all governmental purposes, such reser-
vation, in the terms thereof, to appear, where ‘practicable, in any
patent, domestic or foreign, which may issue on such invention.

(c) In applying the provisions of paragraphs (a) and (b), above,
to the facts and circumstances relating to the making of any particular
invention, it shall be presumed that an invention made by an employee
who is employed or assigned (i) to invent or ‘improve or perfect
any art, machine, manufacture, or composition of matter, (ii) to con-
duct or perform research, development work, or ‘both, (jii) to super-
vise, direct, coordinate, or review Government financed or conducted
research, development work, or both, or (iv) to act in a liaison capaci-
ty among governmental or nongovernmental agencies or individuals
engaged in such work, or made by an employee included within any
other category of employees specified by regulations issued pursuant
to section 4(b) hereof, falls within the provisions of paragraph (a),
above, and it shall be presumed that any invention made by any
other employee falls within the provisions of paragraph (b), above.
Either presumption may be rebutted by the facts or circumstances
attendant vpon the conditions under which any particular invention
is made and, notwithstanding the foregoing, shall not preclude a deter-
mination that the invention falls within the prowsxons of paragraph
(d) next below.

{d) In any case wherein the Government nelt‘ner (1) pursuant to
the provisions of paragraph (a) above, obtains entire right, title and
interest in and to an invention nor (2) pursuant to the provisions
of paragraph (b) above, reserves a non-exclusive, irrevocable, royalty-
free license in the invention with power to grant licenses for all
governmental purposes, the Government shall leave the entire right,
title and interest in and to the invention in the Government employee,
subject to law,
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(e) Actions taken, and tights acquired, under the foregoing provi-
sions of this section, shall be reported to the Chairman in accordance
with procedures established by him.

2. Subject to considerations of- national securtty, or publlc health,
safety, or welfare, the following basic policy is established for the:

collection, and dissemination to the public, of information- concerning

inventions resulting from Government research and development ac-

tivities:

(a) When an invention is made under circumstances defined in
paragraph 1(a) of this order giving the United States the right to
title thereto, the Government agency concerned shall either prepare
and file an application for patent therefor in the United States Patent

Office or make a full disclosure of the invention promptly to the

Chairman, who may, if he determines the Government interest so
requires, cause application for patent to be filed or cause the invention

to be fully disclosed by publication thereof: Provided, however, That,

consistent with present practice of the Department of Agriculture,
no application for patent shall, without the approval of the Secretary

of Agriculture, be filed in respect of any variety of plant invented.

by any employee of that Department.

(b) [Revoked] _ _

[Sec. 2(b) revoked by EQ 10695 of Jan. 16, 1957, 22 FR 365, 3 CFR, 1954-1958
Comp., p. 355} :

3. (a) [Revoked]

{b) The Government Patents Board shall advise and confer with
the Chairman concerning the operation of those aspects of the
Government’s patent policy which are affected by the provisions of
this order or of Executive Order No. 9865, and suggest modifications
or improvements where necessary.

{c) [Revoked]

(d) The Chairman shall establish such committees and other work-
ing groups as may be required to advtse or assist him in the per-
formance of any of his functions.

(e) The Chairman of the Government Patents Board and the Chair.
man of the Interdepartmental Committee on Scientific Research and
Development (provided for by Executive Order No. 9912 of December
24, 1947) shall establish and maintain such mutual consultation as
will effect the proper coordination of affairs of common concern.

[Sec. 3(a) and (c) revoked by EO 10930 of Mar. 24, 1961, 26 FR 2583, 3 CFR,

1959-1963: Cornp p. 456]

4. With a view to obtaining uniform application of the pohmes
set out in this order and uniform operations thereunder, the Chairman
is authorized and directed:

{a) To consult and advise with Government agencies concerning

- the application and operation of the policies outlined herein;

(b) After consultation with the Government Patents Board, to for-
mulate and submit to the President for approval such proposed rules
and regulations as may be necessary or desirable to implement and

. effectuate the aforesaid policies, together with the recommendations

of the Government Patents Board thereon;
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(c) To submit annually a report to the President concerning the
operation of such policies, and from time to time such recommenda-
tions for modification théreof as may be deemed desirable;

(d) To determine with finality any controversies or disputes between
any Government agency and its employees to the extent submitted
by any party to the dispute, concerning the ownership of inventions
made by such employees or rights therein; and

(¢) To perform such other or further functions or dutles as may
from time to time be prescribed by the President or by statute, -

5..The functions and duties of the Secretary of Commerce and
the Department of Commerce under the provisions of Executive Order
No. 9865 of June 14, 1947 are hereby transferred to the Chairman
and the whole or any part of such functions and duties may be
delegated by him to any Govérnment agency or officer: Provided,
That said Executive Order No. 9865 shall not be deemed to be
amended or affected by any provxslon of this Exccutwc order other
than this paragraph 5.

6. Each Government agency shall take: ‘all steps appropnate to effec-
tuate this order, including the promulgation of necessary regulations
which shall not be incensistent with this order or with regulations
issued pursuant to paragraph 4 (b) hereof.

7. As used in this Executive order, the next stated terms, in singular
and plural, are defined as follows for the purposes hereof:

(a) “Government agency” includes any executive department and
any independent commission, board, office, agency, authority, or other
establishment of the Executive Branch of the Government of the
United States (including any such independent regulatory commission
or board, any such wholiy-owned corporation, and the Smithsonian
Instltutxon) but excludes the Atomic Energy Commission.

(b) “Government employee” includes any officer or employee,
civilian or military, of any Government agency, except such part-
time consultants or employees as may be excluded by regulations
promulgated pursuant to paragraph 4(b) hereof.

(c) “Invention™ includes any art, machine, manufacture, design or
composition of matter, or any new and useful improvement thereof,
or any variety of plant, which is or may be patentable under the
patent laws of the United States.

EpitoriaL NoTe: Executive Order 10096 is further amended by Excculive.Ordcr

10930 of Mar. 24, 1961, 26 FR 2583, 3 CFR, 1959-1963 Comp., p. 456, The pmwsnons
of Executive Order 10930 are set forth below:

Secion 1. The Government Patents Board, established by section 3(a) of Executive
Order No. 10096 of January 23, 1950, and all positions estabhshed thereunder or
pursuant thereto are hereby abolished.

SEc. 2. All functions of the Government Patents Board and of the Chairman thereof
under the said Executive Order No. 10096, except the functions of conference and
consultation between the Board and the Chairman, are hereby transferred to the Secre-
tary of Commerce, who may provide for the performance of such transferred functions
by such officer, emp!oyee, or agency of the Dcpanmenl of Commerce as he may
designate.

Sec. 3. The Secretary of Commerce shall make such provision as may be necessary
and consonant with law for the disposition or transfer of property, personnel, records,
and funds of the Government Patents Board. ;

Sec. 4. Except to the extent that they may be inconsistent with this order, all
determinations, regulations, rules, rulings, orders, and other actions made or issued
by the Government Patents Board, or by any Government agency with respect to
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any function transferred by this order, shall continue in full force and effect until '
‘amended, modified, or revoked by appropriate authority. .

SEc. 5. Subscctions (a) and {c) of section 3 of Executive Order No. 10096 are
hereby revoked. and alfl other provisions of that order are hereby amended to the-
extent that they are inconsistent with the provisions of this order. :




- PUBLIC LAW 95—224—-—F EB. 3, 1978

" Public Law 95-224
=95th Congress . T
: : An Act : .

o dlstlugmsh Federal grant #nd cooperative agreement relatmnshlps from

Federal procurement relationships, and for other purposes.

Be it ¢nacted by the Senale and House of fiepresentatives of the

United States of America in Congress assembled, That this Act be

-cited as the “Federal Grant an Cooperatwe Agleement Act of
-19777.

FINDINGE AND PI.'RPOSE

SEC 2. (2) The Congreqs finds that— ' :

(1) there is a need to distinguish Federal assistance relation-
ships from-Federal procurement relationships and thereby to
standardize usage a arify the meaning of the legal instru-

which reflect such relationships; -

 (2) uncertamty a5 to the meaning of such ferms as “contract”,

“grant”, and “cooperative agreement™ and the relationships they
reflect causes operational inconsistencies, confusion, ineficiency,
and waste for recipients of awards as well as for executive agen-
cies; and

(3) the Commission on Government P1ocuremont has docu-
mented these findings and concluded that a reduction of the exist-
ing inconsistencies, confusion, inefficiency, and w aste is feasible

-and necessary through legislative action.

* (b) The purposes of this Actare—

(1) to characterize the-relationship between the Federal Gm-
ernment and contractors, State and local governments, and other

- reciplents in the acqu151twn of property and services and in the
furm=hmg of assistance by the Federal Government 50 25 to pro-
mute 5 ballcr L-Ad\...:n.aud-ug of Tederal :tﬂ,u\'jullk and he! l' elinii-
nate unnecessary administrative requ1renwnts on rempleuts of
Federal awards; :

(2) to establish

O,

the use by the

3 oien o ts, a c]eax definition of the
relationships they reflect, and a better undelatandmg_ of the
responsibilities of the part:es-

(3) to promote increased discipline in the selection anél use of
‘types of contract, grant agreement, and cooperative agreements

and to_maximize competition in the award of contracts and
encoumge competition, where deemed ap yropriate, in the award
of grants and cooperative-agreements; an

(4) to require a study of the re]atlonshlp between the Federal
Government and grantees and other recipients in Federal assist-
ance programs and the feasibility of developing a comprehensive
system of guideline for the use of grant and cooperative agree-

ments, and other forms of Federal assistance in carr;,mg out such

programs. -

29-13% O - 762

02 STAT. 3

Feb. 3, 1978
{H.R. 7691]

Federal Grant

-and Cooperative

Agreement Act of
1977.
41 USC 501 note.

41 USC 501.
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. DEFINITIONE

Sec. 3. As used in this Act, the term—
(1) “State government”
TUnited States, the District of Columbia, the Commonwealth of
Puerto Rico, any territory or possession of the United States, any
sgency or instrumentality of & State, and eny multi-State,
regional, or interstate entity which has governmental functions;
(2) “local government” means any unit of government within

a State, a county, municipality, city, town, township, local public
authority, special district, intrastate district, council of govern-
ments, spensor group representative- organization, other inter-
state government entity, or any other instrumentality of & local

overnment; '

(8) “other recipient” means any person or recipient other than

& State or local government who 15 authorized to receive Federal
assistance or procurement contracts and includes any charitable
or educational institution; '

(4) “executive agency” means any executive department as
defined in section 101 of title 5, United States Code, a military
department as defined in section 102 of title 5, United States Code,
an independent establishment as defined in section 104 of title 5,
United Etates Code (except that it shall not include the General
.Acgounting Office}, a wholly owned Government corporation;
an . .

~(B) “grant or cooperative agreement” does not include any
agreement under which only direct Federal cash assistance
to individuals, a subsidy, a loan, a Joan guarantee, or insurance is
provided. '
‘CEE OF CONTRACTS

Skc. 4. Each executive agency shall use a type of ]ﬁrocurement con-

tract as the legal instrument reflecting a relationship between the
Federal Government and a State or local government or other
recipient—

(1) whenever the principal purpose.of the instrument is the

sequisition, by purchase, lease, or barter, of property or services
for the direct benefit or use of the Federal Government; or

"~ (2) whenever an executive agency determines in a specifie
instance that the use of a type of procuremernt corlﬁ%a_i‘s
Rppropriate, ' :

: 'USE OF GRANT AGREEMENTS ‘

Skc. 5. Each executive agency shall use a type of grant agreement 25

the legal instrument reflecting a relationship between the Federal Gov-
‘ernment and & State or local government or gther recipient whenever—

(1) the principal purpose of the relationship is the transfer of
money, property, services, or anything of value to the State or

loca) government or other recipient in order to accomplish a pub-

lic purpose of support or stimulation authorized by Federal
statute, rather than scquisition, by purchase, lease, or barter, of
- property or services for the direct benefit or use of the Federal
Government; and

(2) no substantial involvement is anticipated between the

executive agency, acting for the Federa]l Government, and the
State or local government or_other recipient during performance
of the contemplated activity, S

@

means any of the several States of the -
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UBE OF COCOPERATIVE AGREEMENTS

Skec. 6. Each executive agency shall use & type of cooperative agree- 41 USC 505.
ment as the legal instrument reflecting a relationship between the Fed-
eral Government and a State or local government or other recipient
whenever— -
(1) the principal purpose of the relationship is the transfer of Transfers.
money, property, serviees, or anything of value to the State or
local government or other recipient to accomplish a public pur-
- pose of support or stimulation suthorized by Federal statute,
rather than acquisition, by purchase, lease, or barter, of property
or services for the direct benefit or use of the Federal Govern-
ment; and
(2) substantial involvement is anticipated between the execn-
tive agency. acting for the Federal Government, and the State or
local government or other recipient during performance of the
contemplated activity. . :

AUTHORIZATIONS

Szc. 7. (a) Notwithstanding any other provision of law, each execu- Contracts, grant
tive agency authorized by law to enter into contracts, grant or coopera- or cooperative
tive agreements, or similar arrangements js authorized and directed to 8greements.
enter into and uvse types of contracts, grant agreements, or cooperative 41 USC 506:
agreements as required by this Act, :

(b) The authority to make contracts, grants, and cooperative agree- Scientific
ments for the conduct of basic or applied scientific research at non- research.
profit institutions_of higher education. or at nonprofit organiZations
whose primary purpose is the conduct of scientific resedtehshall~
incInde diseretionary authority, when it is deemed by the head of the
executive agency to be in furtherance of the objectives of the agency,
to vest in such institutions or organizations, without further obliga- )
tion to the Government, or on such other terms and conditions as :
deemed appropriste, title to eguipment or other tangible personal

property purchased with such funds,

BTUDY OF FEDERAL ABSISTANCE PROGRAMS

Sec. 8, The Director of the Office of Management and Budget, in 41 USC 507.
cooperation with the executive agencies, shall undertake a study to

* develop a better understanding of alternative means of implementing

Federa] assistance programs, and to determine the feasibility of devel-

sping a comprehensive system of guidance for Federal assistance

programs, Such study shall include a thorough consideration of the Contents.
tindings and recommendations of the' Commission on Government
Procurement relating to the feasibility of developing such a system.

The Director shall consult with and to the extent practicable, involve Consultation.
cepresentatives of the executive agencies, the Congress, the General
Accounting Office, and\ State and local governments, other recipients

ind other interested members of the public. The result of the study Reportte
shall be reported to the Committee on Government Operations of the Songressional
Youse of Representatives and the Committee on Governmental Affairs commitices.
>f the Senate at the earliest practicable date, but in no event later than

:wo years after the date of enactment of this Act. The report on the.

study shell include él) detailed descriptions of the alternative means

>f implementing Federal assistance programs and of the circumstances

a which the use of each appears to be most desirable, (2} detailed
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descriptions of the basic characteristics and an outline of such compre-
hensive system of guidance for Federal assistance programs, the devel-
opment of which may be deterinined feasible, and (3) recommendations
concerning arrangements to proceed with the full developinent of such
comprehensive system of guidance and for such administrative or
statutory changes, including changes in the provisions of sections 3
through 7 of this Aet, as may be deemed appropriate on the basis of the
findings of the study. ‘ ' -
GUIDELINES

Sec. 8. The Director of the Office of Managemnent and Budget 1s
authorized to issue supplementary interpretative guidelinesto promote
consistent and eficient use of contract, granfsagreement, and coopera-
tive agreements as defined in this Act.

REPEALE AND BAVINGS PROVISIONS

Sec. 10. (a) The Actentitled “An Act to authorize the expenditure
of funds through grants for support of scientific research, and for other
purposes”, approved September 6, 1958 (72 Stat. 1793; 42 U.S8.C. 18901

a}?d 1892}, is repealed, effective one year after the date of enactment of
.this Act. : ‘ :
(b) Nothing in this Act shall be construed to render void or voidable .

any existing contract, grant, cooperative agreement, or other contract,
grant, or cooperative agreement entered into up to one year after the
date of enactment of this Act. :

“T€} Nothing in this Act shall require the establishment of a single
relationship between the Federal (Government and a State or local
government or other recipient on a jointly funded project, involving
funds from more than one program or appropriation where different

relationships would otherwise be appropriate for different components
~of the project. '

(d} The Director of the Office of Management and Budget may
except individual tramsuctions or programs of any executlve agency
from the application of the provisions of this Act. This authority shall
expire one year after receipt by the Congress of the study provided for
in section 8 of this Aet. = . o

Approved February 3, 1978.

LEGISLATIVE HISTORY:

" HOUSE REPORT No. 95~48! (Comm. on Government Operations). ’

SENATE REPORT No. 95449 accompanying S. 431 {Coram. on Governmental Affairs).
CONGRESSIONAL RECORD:
Vol. 123 (1977): Sept. 27, considered and passed House.
Oect. 1, considered and passed Senate, amended, in liew of S,
431.
Vol. 124 (1978): Jan. 19, House agreed to Senate amendment.
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TITLE:

NORMAN J. LATKER

5112 Edgemoor Lane - - Home: (301) 951-0375

Bethesda, MD 20814 Office: (202) 628-5197 .

‘Managing Attorney
Browdy and Neimark

EDUCATION:

B.S.C.E., 1953 from the University of Illinois (U. of I.)
J.D., 19856 from the U. of I. . ,
L.L.D., Honorary Doctor of Laws, 1985 from the U. of I.

Post graduate courses in electronics, advanced chemlstry,
blochemlstry, and medicinal chemlstry.

Judge Advocate General's Procurement Law School, Unlver51ty

‘of Virginia, 1961.
MAJOR PROFESSIONAL ACCOMPLISHMENTS:

'6 1969 to 1975-Developed and implemented the Institutional

Patent Agreement Policy and Regulations for Department of
Health, Education and Welfare (DHEW). These served as
precursor of P.IL. 96-517 and the basis for decentrallzed
university technology management programs.

o Aided unlver51t1es and other DHEW contractors in the [

delivery of over 75 health-related inventions to the
marketplace and the licensing of many other inventions.

o 1963 to 1978—Managed the DHEW patent portfollo and
technology llcen51ng program.

'olArchltect of P.L. 96-517, the Unlver51ty and Small

Business Patent Act of 1980 which built on DHEW
experience and established a national policy of small
business and university ownership of technology resultlng
from federal research. :

o 1980 to 1982-Developed the 1mp1ement1ng regulatlons for
P.L. 96-517 (OMB Circular A-124). :

" Qa 1982—Ass1sted the Senate Small Bu51ness Commlttee in the

conception of P.L. 97-207, the Small Business Innovatlon
Development Act of 1982. : . .
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o'Developed the President's Patent Poilcy Memorandum of 1983
‘which expanded contractor ownership policies to those not
- covered by P.L. 96-517. :
o 1984~Architect of P.L. 98-620, which extends and 1mproves
the concept of P.L. 96-517. _
o 1984 to 1987-Developed the 1mplement1ng regulatlons for
P.L. 98-620 (37 C.F.R. 401). |
0 1982 to 1987-Designed and assisted in creating the hofflce
of Federal Technology Management" 1n the Department. of -
:Commerce.
'o:Architect of P.L. 99-502, the Federal Laboratory
Technology Transfer Act of 1986, which extends the .
- concepts of decentralized technology management of P.L.
96-517 to 1nventlons made at Federally managed
-:laboratorles. :
o 1987-Assisted in development of Executive Order 12591
"Facilitating Access to Science and Technology "
' BEXPERIENCE: | o

Baowny AND NEIMARK,_lQQO to Present

fManaglng Attorney

' Responsible for the management of BROWDY AND NEIMARK ‘a 35°

person law firm specializing since 1952 in 1nte11ectua1

~property law including patents, trademarks, trade secrets,

‘copyrights, unfair competmtlon, and related llcen31ng and

~litigation.

'BROWDY AND NEIMARK is particularly noted for its

- involvement with the life sciences, including molecular
. biology, microbiology, immunology, pharmacology, and

biomedical engineering. In addition to managing the firm,
also pursues the prosecution of patent applications and

~license agreements for the flrm.

' HAXWELL COMMUNICATIONS CORPORATION, 1987 to 1989

i V;ce Pge51dent, Legal and Technology Affairs, Universitz

Sciences and Engineerin Technolo USET

Responsible for identification of vau181t10n candldates

‘for new Maxwell technology management corporation (USET)

. and design and development of an on—llne technology
. database for commercial sale.
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DEPARTMENT OF COMMERCE, 1982 to 1988

"Director, Office of Federal Technology Management, bffice
. of Productivitxl Technology and Innovatlon .

'Respon51ble for the identification of problems tha;-would
' affect the licensing and utilization of technology
"resulting from Federally-funded research. Government-wide
~administrative, legislative or regulatory p051t10ns

developed and implemented.

SMALL BUSINESS ADMINISTRATION, 1980 té 1982

eAs51stant Chief Counsel for Patents and Research and
- Development

tResponsible for the resolution of intellectual pfopertf,
- and research and development problems that affect small

business through administrative, legislative or regulatory
recommendations. (On loan to Office of Federal Procurement

-Pollcy, OMB .to develop OMB Clrcular A-124.)

_oEpARTMENT OF HEALTH, EDUCATION AND WELFARE, 1966 to 1980

'Debartment Patent Counsel, Office ofléeneral Counsel

QResponsible for administration of the Department's
- technology licensing and patent program including legal
. and administrative services relatlng to patents,

inventions, copyrights and licensing of intellectual

property resulting from the Department's multl-bllllon

dollar research program.

HATIONAL INSTITUTES OF HEALTH, 1963 to_1965

At Patent Counsel, Office of the Director..

' AIR FORCE SYSTEMS COMMAND, 1961 to 1963

Patent Advisof. Offlce of Judqe Advocate General

. ARMY ORDNANCE, 1960 to 1961

: Patent Advisor, Office of the Judge Advocate General

 U.S. PATENT OFFICE, 1956 to 1959

. Patent Examiner
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INTERAGENCY EXECUTIVE AND LEGISLATIVE COMMITTEE AND - COMMISSION T L

SERVICE:

Chairman of Department of Commerce Interagency Committeewto'w'
Implement the Federal Technology Transfer Act of 1985=

Chairman of the Subcommittee on University ‘Patent Pollcy of
the Federal Council for Science, Engineering and Technology,
1971 to 1978. :

Vice-Chairman of the Subcommittee on Intellectual Property
of the Federal Council for Science, Englneerlng and -
Technology, 1974 to 1978. ) _

Technlcal Advisor on Intellectual Property and Research and
Development to Subcommittee on the Constltutlon of Senate
Jud1c1ary, 1976 to 1980.

House Committee on Science and Technology's Workshopion aid
to the Handicapped, 1980 (recommendatlons resulted in Oxphan
 Drug Act). _

DHEW Interagency Committee on Significant Drugs with Little
Commercial Value, 1978 (Recommendatlons lead to Orphan Drug
'_Act) : . :

Subcommittee on Trade Secret and Data cOnfldentlallty,'.
- _Council on Environmental Quality, 1978.

Draftsman for the Patent Task Force for the CommlsSLOn on
.Government Procurement, 1971. : :

Draftsman of the Disclosure of Research Information for the
Report of the President's Biomedical Research Panel, 1976.

interagency Drafting Committee for Development of the
Federal Property Management Regulations on Lloen51ng of
Government~Owned Inventions, 1980 to 1982. -

Interagency Draftlng Committee for Development of the Patent
Rights Clause for the Non-Nuclear Energy Research and
Development Act of 1974. _ _

Interagency ‘Drafting Committee for Development of Standard
Patent Rights Clauses for use in the Federal Procurement
Regulatlons 1971 to 1986. : .
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PROFESSiONAL SOCIETIES:
American Bar Associatlon
Federal Bar. Association - : ‘ ' L
American Intellectual Property Law Assoc1atlon _
Licensing Executive Society - - i3
Association of University Technology Managers (AUTM)
Maryland Patent Law A55001atlon .

BAR MEMBERSHIP:

Illincis, Dlstrlct of Columbla, U S. Patent Office and
United States Supreme Court- :

SPECIAL AWARDS'

Presidential Citation

For development of patent section of the Nonnuclear:Energy
Research and Development Act, 1974.

Small Business Administration

Outstanding Performance Cltation, 1080 -« -

Department of Commerce -

Secretarial Citation for development of President Reagan's"
February 18, 1983 memorandum on Government Patent
Policy : ;

Outstandlng Performance 01tatlons, 1984 1985 1986 and
1987

1983 Department Silver Medal for “contribution leading to
-new products, industries and jobs through the :
commercialization of Federally funded technologies'"

-1987 Department Bronze Medal for "passage of the Federal
Technology Transfer Act of 1986."

University of Illln01S

Chi Epsilon, National Civil Englneerlng Soc1ety for hlgh
Scholastlc Achlevement

Honorary Doctor of Laws, 1985 for “commitment and
dedication to improving the national environment for
research (which has) led to a national technology .
alliance involving the Federal government,
universities, and private industry." (Copy Attached)
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1983, “The Birch Award" for "unselfish commitment to
establlsh and preserve the values of the technology
transfer process." o ‘

L
v"

OTHER:

Guest Lecturer, 1980 to 1987, George Washington University
Procurement lLaw - "Technology Transfer and Government
Intellectual Property Policy" :

‘_PERSONAL.

Married to carole H. Latker, Ph D., Health Sc;entlst .
Admlnlstrator, National Instltutes of Health: C

Two.chlldren:
Miriam E. Sell, M.D.
Richard E. Latker, Student

PUBLICBTIONS, PRESENTATIONS, AND TESTIMONY:

"Washington in Review", Presentatlon to Society of
Unlvers1ty Patent Admlnlstrators February, 1988.

"Commerc1a11z1ng the Results of Federal Research and
Development', Testimony before the Senate Judiciary
Committee, February, 1987. .

“Publio Law 98-620 Regulations",'Presentation to‘Society of
University Patent Administrators, June, 1986.

"Iransfer of Technology Resulting from Government Funded
Research", Presentation to Licensing Executive Society, May,
l986. ' : ‘ ‘ ‘ ' :

"Small Business Innovation Research Program", Testimony
before U.S. House of Representatlves chmlttee on Small
'Bu51ness, May, 1986.

"Federal Initiatives for InhoVation," Presentation to _
~American Intellectual Property lLaw Association, May, 1984.

"Technology Management", Presentation to Aerospace
Industries Association of America, April, 1983.

"Current Status of Legislatlon'Affecting the Licensiﬁg of
Technology", Presentation to Llcen51ng Executlve Society,
October, 1980. .

1
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"The PhllOSDth of Different P011c1es on Dlsp051ng of f-'

Government Funded Inventions", Presentation“to- ‘Government oo

Patent Lawyers Association, April, 1979.

"The Ramifications of the Small Business and University
Patent Procedures Act", Presentation to the 2nd Annuai
TechEx World Fair, March, 1a79.

"The Impact of Laws and Regulatlons on the Innovation
Process", Presentation to Society of University Patent
Admlnlstrators, February, 1977.

"University POllCles for COnsultlng overload Instructlonal
Activities and Intellectual Property", Presentation to
Second Annual Acadenmic Plannlng Conference, January, 1976.

"Ccurrent Government Patent Policy as Appllcable to
_Unlver51t1es and Nonprofit OrganizationY, Presentation’ to
American Patent Law Association, January, 1976. :

“The Protection of Intellectual Property Under the Fourth
Exemptlon of the Freedom of Informatlon Act", Presentation
to Academy of Pharmaceutlcal Sciences, November, 1975.

"Current Trends in Government Patent Pollcy", Presentatlon
to New Jersey Patent. Bar A55001at10n September, 1975.

“Current Trends in Technology Transfer": Presentation to
Third Annual Un1vers1ty/Industry Forum Technology Exchange,
February, 1975. o :

"Unlver51t1es Opportunltxes and Respon51b111t1es"
Presentation to Conference on Technology Transfer, Case
Western UnlverSLty, October, 1974, :

“The Availability of New Technology to Industry from i
American Universities and Technological Institutes",
Presentation to National Congress, April, 1973.

MScience Policy Implications of DNA’Recomblnant'Molecﬂle
Research", Testlmony before U.S. House of Representatives
Commlttee on Sc1ence and Technology, May, 1977.

N"Government Patent Policy", Testlmony before U.S. House of
'Representatlves Committee on Sclence and Technology, '
_ September, 1976. : _ -

“Utlllzatlon of Government-owned Health and Welfare :
Inventions", Journal of the Patent Office Society, November,
1965, . S ‘




Cnmhon of ' : : _ . _ UNIVERSITY OF ILLINOLS, MAY 19, 1915

NORMAN J. LATKER

for the .

HONORARY-DE’GREE; OF DOCTOR OF LAWS

Norman J. Latkcr, Dlrcctor of the Ofﬁce of Federal Techno[ogy Management Pol:cy, U.S. Departmcnt of Gommcrcc
Government administrator and public servant, your commitment and dedication to xmprovmg the national environment
for research has led to a national tcchnology a]hancc involving the federal government, universities, and private mdustry

You have yorked tirelessly in various capacities as a respected public servant to institute change and improvement in U.S. -

patent laws. You prudently recognized the need for a better:system of administration to enhance transfer of important
inventions and research from universities to the private sector for commercial development. Your efforts for significant
change in national policy for the betterment of the nation have.earned you the widespread rc5pect of your colleagues in
the legal and academic communities. The University of Iilinois is glad to join research institutions throughout the world
which have recognized you as a leader in patent law and technology transfer. On recommendation of the Senate of the

Urbana-Champaign campus, I present you to the President of the University for the honorary degree of Doctor of Laws ‘

Presentation by: Peter H. Hay, Dean o[ the College of Law, U nwemty of Illinois at Urbana-Champaign
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and ﬂns was recogmzed by plamtxﬁ‘ ’s exs
".pert, the patentee was not entitled to  two tests of equivalency (1) ldentxt.y of
" elaim all structures which exereised the
" desired funetion, but only those which he way of performing that function. Walker
_ himself invented, and a device which pro-
.duces the same result through transla-
" - tion of forece operates in 2 substantially
~different manner than one in which foree
.-is directly applied. This is not infringe-

; plate Corp. V. Donaldson thh Co., 51_

3 jPatents—Patentab:hty—lnventlon—-—

Fed. (2d) 198(C. c. A 6). There are

function, and (2) substantial identity of

" on Patents, 6th Ed. 511. Primary as well
as secondary patents are infringed by ne
substitutions that do not fully respend to
these tests. Ewen if identity of function
were present, the patent not being a pri-

ment, Westinghouse v.. Boyden Power . mary one, the requirement of substantial

" .Brake Co,, 170 U. S. 537, 568, especla‘ily identity of way. should v ot be -considered
- where the patent is mot .z generic one
“and the patentee is entitled to but a nar-

‘50 elprtie ¢ . S - ae important  dif-

feren. .. . .awailer of operarlon. -
There is no infringement, and the” de-

cree below 1s afﬁrmed : e :

row range of equivalents. See Directo-

. Supreme Court of the Umted States -
UNITED STATES OF AMERICA V. DURILIER CONDENSER CORPORATION :
Nos. 3186, 317, 318 Declded Apr 10 1933

- Patents—Patents—-—

Patent is not, aceurately speaklng, a monopoly, for 1t 1= not created by- execut:ve
suthority at expense of and to prejudice of all community except grantee of ‘patent;
inventor deprives public of nothing which it enjoyed before his. discovery but gives
something of value fo community by adding to sum of human knowledge; he may
keep invention ‘secret and reap ifs fruits indefinitely; in consideration of 1t5 dis-
cinsure and consequent benefit to commumty, patent is granted :

. Patents—Spe(:lﬁcatlon-—Suﬁiclency nf disclosure—

Law requires such. disclosure fo be made in apphcat:on for pa_tent that others'

-gkilled in art may understand 1nventmn and how to put :t to use.

: Petents——TltIe——Employer and employee—— '

Patent is property and title can pass only by ass:gnment -if not yet 1seued agree-
.ment to assign’ when issued, if Vd]ld as contract, will be specifieally enfor ced - ye-
pective rights and obugatmns of employer and employee; touching invention con--
ceived by latter, spring from contract of employment; one ‘employed to make inven-

“tion who succeeds during term of service .in accqmplishing that task is-bound to

assign o employer patent obtained; on other hand if employment be general, albeit
it covers field of labor and effort in performance ‘of which employee conceived the

~invention . for what he obtained patent, eontract is not so broadly construed as to

require assignment of patent. -

—

Invention consists neither in ﬁnd:ng out laws of nature nor in frultful research as
to operation of natural laws buf in discovering how those laws may he utilized or

) apphed for beneficial purpose by a process, a device or 2 machine; it is result of

inventive act, birth of an idea, and its reduciion to practice; product of original
thought; eoncept demonstrated to be true by practlca] application or émbodiment
in tanglble form; embodiment is not the 1nvent10n and is not subJect ef a patent

Patents—-—Tltle—Employer and employee— e
Employment merely to design or construct or dewse methods of manufacture is

© mot same as employment to invent; shop right is that, where sérvant du:nng hours

of employment working with' master’s materials and apphances conceives and per-
fects invention for which he obtains patent, he'must accord master non- exeluswe right
1o practice invention; but emplover has no equity to-demand conveyance of inven-
tion; this remains property of him who conceived.- it together w:th right conferred

_ by patent to exclude all others than employer from accrumg beneﬁts
. Patents—Title—

Title of the patentee is. sub;;ect to no superlor rxght of Government grant is not,
as in England a matter of grace or favor so that conditions may be annexed at
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L to extent of limitations of respectwe rights of inventor and public;  Constitution

i evmc
" ipvention to United States.
Patents-—Apphcants—— '

No servant of United States has by statute been disqualified for applylng for and "

¥ ,ecemng patent for his invention save officers and employees of Patent Oﬂice dunng
. -period for which they hold their appointments.

- PntentS-—Title—-Govemment employees— - : _
Supreme Court has applied rules enforced as between prlvate employers and

servants to relation hetween Government and its officers and employees; United
‘States is entitled, in same way and to same extent as private employer, to shop

' rights, that is, free and non-exclusive use of patent which resuits from efforts of - .

“those employed in their working hours and with material:belonging to :Government;
statutes, decisions and administrative practice negate existence of duty binding one".

in service of Government different from obligation of one in private employment; .

United States like any other employer, if it desires assignment of employee’s rights,
must prove contractual obligation on part of employee to assign patents to Govern-

1ment; employees of Bureau of Standards who did not agree to exercise mventwe .

faculties in their work and who made invention not within its scope need not assign

patents to Government; written evidence of employment does not mention research, -

much less invention; never was word said to employees prior to discoveries concern-
. ing invention or patents or duties or obligations respecting these matters; other
" employees of :Bureau of Standards and other departments had, while so employed,
received humerous patents and enjoyed exclusive rights agamst a]l private persons
without let or hindrance from Government;* no act of Congress authorizes United
States to take patent or to hold cne by assiphment; no statutory authority exists
for transfer of patents to any department or officer of Government or for adminis-

tration of patents or issuance of licenses on behalf o:f the United States, lnventors
" . do not hold patents in trust for Government. T _ B

E Patents—Txtle——Govemment employee—-_.

Act of 1883 and as amended in 1928 provides patent w1t.hout fee for Gwarn:ment. k
-empioyee who in course of employ coneeives invention; he should afford Government

iree use thereof but should be protected in right to exclude all others; similar nght
. acerues to Government employee paylng fees for patent. _ o

. - Patents—Jurisdiction of courts— o
Until 1910 Court of Claims was without 3ur1sd1ctmn to award compensatwn 0 -

owner of patent for unauthorized use by United States or its agents; power extended

- orly to trial of claims based upon express or implied contracts for such use; in 1910 -

Congress enlarged jurisdiction to embrace former class of claims, but imposing re-
. striction that it should not extend to owners of patents obtamed by employees of
- Government while in service. . . .

* Patents—Title—Government employees—-

Congress has refrained from imposing upon Govemment servants contract o"nllga-- ’

 tion to assign to Government patent for invention discovered or developed during

Period of Government service and incidental to line of official dut1es, and court wxll

- 1ot assume such contract cbligations.

'Patents—Raﬂm Receiving Appardtus title transfer refused-—
1455141, Lowell & Dunmore, Radio Receiving Apparatus, title transfer refused
1606‘?12 Dunmore & Lowell Power Amplifier, title transfer refused.
1635117, Dunmore, Signal Recewmg System, title transfer refused.

On writs of certmra.n to  the United
States Circuit Court 6f Appeals for tioner; James H. HusHES, JR. (E.
the Third Cirenit. :

THOMAS D. THACHER, Solicitor General. :
{CuarrtEs B. Rucs, Assistant Attor- -
ney General, ALEXANDER HoOLTZOFT,

for respondent.

- 'by order of the ‘court. {$ee Note, p. 161.)

e ‘of execuhve, laws passed by Cong'ress alone may be looked te for gu:dance

es Do public policy Which 1'9‘11111'95 holder of pa.tent to cede use or beneﬁt of SRR |

B RPN L i

LAND with him on the brief) for peti- -

. ENNALLS BERL, JOHN B. BRADY and .
“Warp & GrRAY with hnn on the brief)

Mr. Justice ROBERTS dehvered the"
PAuL D. MiuLer and H. BRIAN Hor-  opinion of the Court.—Three suits were

*The remaining portion of the syllabus was based upon 8 paragraph deleted from the opinicn
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"~ United States;
. .declaration that the respondent is a
‘. -trustee for the Government, and, as such,

... 80, 1982, Sec. 312, 47 Stat. 410,

156 United States of America v. Dubilier Condenser Corporation

brought in the Distriet Court for Dela-
“ware against the respondent as exclusive

" licensee under three separate patents is-
.. sued to Francis W. Dunmore and Perei-.
.val D. Lowell. The-bills recite that the
inventions were made while the patentees
‘were employed in the radio laboratories
- of the Bureau of Standards, and are

therefore, in equity, the property of the
‘The prayers are for a

requirved to assign to the TUnited States

‘all its right, title and interest in the pat-

- ents, for an accounting of all moneys re-
~"ceived as licensee, and for general relief.
- The District Court consolidated the cases

for trial, and after 2 hearing dismissed
the bills.! The Court of Appeals for the
Third Circuit affirmed the decree’

‘ The courts below concurred in findings -
. ~which are not chalienged and, in sum-

mary, are: . R =

The Bureau of Standards:is a subdi-
vision of the Department of Commerce.?
Its functions consist in the custody of

) _standards; the comparison of standards

1used in scientific investigations, engineer-
ing, manufacturing, commerce, and edu-
cational institutions with those adopted
or recoghized by the Government; the

construction of standards, their multi-.
" ple ‘or subdivisions; the testing and cali-

bration of standard measuring appara-
tus; the soiution of problems which arise

‘. in connection with standards; and the
.. physieal properties of materials, . In 1915

the Bureau was also charged by Con-
gress with the duty of investigation and

" standardization of methods and instru-
! ‘ments emploved in radio communication, -
. for which special appropriations were

‘made.* In recent years it has been en-

[ ‘gaged in :rvesearch.and testing work of

various kinds for the benefit of private

.7+ industries, other departments of the Gov-
" .. ernment, and the general public.® -

The Bureau is ecomposed of divisions,

* . each charged with & specified field of ac

tivity, one of which is the electrical di-
vision. These are further . subdivided
into sections. One section. of the elec-

" trical division iz the radic section, Inm
1921 and 1922 the employees in the lab-

oratory of this section numbered ap-

- 340 F. (2d) %06 [0 U. S. Pat. Q. 1811,

3150 F. (2d) 881 {12 U\, S. Pat. Q. 387].

*See Act of March 8, 1901, 51 Stat. 14483 Act
of February 14, 1908, Sec.'4, 32 Stat, 82a.

4Act of March 4, 1915, 88 Stat. 1044; Act of

May 20, 1920, 41 Stat. 6847 Act of March &, 1021,

41 Stat. 1303. .

® The fees charged cover merely the .cost of the -

service rendered, as provided -in the Act of June

: pro:tifn_afély' iwenty men doing technieal *

work and some draftsmen and mechanics,
The twenty were engaged in testing radio
apparatus and methods and in radio re-
‘search work. They were subdivided into
ten groups, each group havihg s chief.
The work of each group was defined in -
outlines by the chief or alternate chief
‘of the section. : .
Dunmore and Lowell were employed in

‘_the radio section and engaged in re

search and testing in the laboratory, In
the outlines of laboratory work the sub-

. ject of “airplane radio” was assigned to

the group of which Dunmore was chief -
and Lowell & member. The subject of
“rgdic receiving sets” was assigned to

g group of which J. L. Preston was chief,

but to which neither Lowell nor Dun-

more belonged. o
In May, 1921, the Air Corps of the

Army and the Bureau of Standards en-

. tered into an-arrangement wherehy the.
" latter undertook the prosecution of forty-
- four research projects for the benefit of

-the Alr Corps. To pay the eost of such
work, the Corps transferred and al-
Jocated to the Bureau the sum of 3267-
500. Projects Nos. 837 to 42, inclusive,
relating to the use of radic in connection
with aircraft, were assigned to the radio
section and $25,000 was aliocated to pay
the cost of the work. Project No. 38
was styled “visual indieator for radic
sipgnals,” and .suggested the construetion
of a modification of what was known as
an “Eckhart reecorder.” Project No. 42
was styled “airship bomb contrel and
marine torpedo control.” Both were
problems of design merely, : ‘
* In the summer of 1921 Dunmore, as
chief of the .group to which “airplane

“radio” problems had been assigned, with- -
. out further instructions from his supe-

riors, picked out for himself one of these
navy problems, that of operating a relay
for rémote control of bhombs on airships
and topedoes in.the sea, “as one of par-
ticular interest-and having perhaps a
rather easy solution, and worked on it.”
In September he solved it, :

In the midst of aireraft investigations
and numerous routine problems of the
sectiofi, Dunmore was wrestling in his
.own mind, impelled thereto solely by his

“own scientific curiosity, with the subject

of substittuing house-lighting  alternat- .
ing current for direct battery current in
radio apparatus. He obtained 2 relay
for operating a telegraph instrument
which was in no way related to the re-
mote control relay devised for aircraft
use. The conception of the application

~ of alternating current eoncerned partic- :
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was conceived by Dunmore August 3,

1921, and he reduced the invention to

ice - December 16, 1921. Early in
2922 he advised his superior of his inven-

gion and spent additional time in per--

fecting the details, February 27, 1922,
he filed an application for a patent.
1n the fall of 1921 both Dunmore and

“Lowell were. considering the problem of -
appiying alternating current to broad- |
east receiving sets.” This projeet was’

not involved in or suggested by the prob-
jems with which the radio section was
then dealing and - was not assigned by
any superior as & task to be solved by
either of these employees. It was inde-

pendent of their work and voluntarily

- assumed. ) .

While performing their regular tasks
_they experimmented at the laboratory in
devising apparatus for operating a radie
receiving set by alternating current with
the hum incident thereto eliminated. The
invention was completed on December
.16, 1921, Before its completion no in-
structions were received from and no
conversations reiative to the invention
_were held by these employees with the
head of the radio section, or with any
superior. _ _ .

_ They also coneeived the ides of ener-
gizing a dynamic type of loud speaker
“from an alternating current house-light-

ing circuit and reduced the invention to-

practice on January 25, 1822, March
21, 1922, they filed an application for a

“power amplifier.” The conception em- -

_ bodied in this patent was devised by the
patentees va_rithout suggestion, instrue-
tion, or assignment from any superior.

Dunmore and Lowell were permitted .

by their chief, after the discoveries had
been. brought to his attention, to pursue

their work in the laboratery and to per-

fect the devices embodying their inven-
tiors. Nec one advised them prior to the
. fling of applications for patents that
‘they would be expected to assign the
patents to the United States or to grant
the Government exclusive rights there-
under, L
The respondent concedes that the
"+ United States may practice the inven-
tions without payment of royalty, but as-
- Serts that all others are excluded, during
the life of the patents, from using them
without ' the respondent’s consent. The
petitioner insists that the cirpumstances
require a declaration either that the
-Government has sole and exclusive prop-

erty in-the inventions or that they have -
been dedicated to the public so that any--

-one ‘may use them. -

' broadﬁaét reception. - This “idea - -

First. By Articlé T, Section 8, clause 8
‘of the Constitution, Congress is given

power to promote the progress of science

- and the useful arts by securing for lim-

ited 'iimes to inventors the exclusive

rights to their respective discoveries. . .-

R. 8. 4886 as amended (U. 8. Code, Title
85, § 81) is the last of a series of stat-

‘utes which since 1793 have implemented

the constitutional provision.

Though .often so characterized .2 pat- :

ent is not, aceurately speaking, & mo-
nopoly, for it is not created by the .ex-
ecutive authority at the expense and to

‘the prejudice of. all the commuhity ex-
cept the grantee of the patent. Seymour
v. Osborne, 11 Wall. 516, 533. The term:
monopoly connotes the giving of an ex- .

clugive privilege for buying, selling,
working or using a thing which the pub-

“lic freely enjoyed prior to the grant®

“Thus a monopoly takes something from

the people. An inventor deprives the -

public of nothing which it enjoyed be-
fore his discovery, but gives something

_of value to the community by adding to
-the sum of human knowledge. - United

States v. Beli Telephone Co., 167 U. 5.

224, 239; Paper Bag Patent Case, 210

U. S. 405, 424: Brooks v. Jenkins, 3
McLean 432, 437; Parker v. Haworth, 4

‘MecLear 370, 372; Allen v. Hunter, 6
McLean 303, 305-306; Attorney General:
v. Rumford Chemical Works, 2 Bann. & -
Ard. 288, 802, He may keep his inven-
‘tion secret and reap its fruits indef-

initely.  In consideration of its.disclo-
sure and the. conseguent benefit' to the
community, the patent is granted. - An
exclusive enjoyment -is guaranteed him
for seventeen years, but upon the expira~

“tion ‘of that peried, the knowledge of the

invention enures te the people, who are
thus enabled without restriction to prac-

tice it and profit by its use. XKendall v. -

Winsor, 21 How, 322, 327; United States
v. Bell Telephone Co., supra, p. 288, . To
this end the law requires such disclosure
to be made in the application for patent

that others skilled in the art may under-
stand the inventior and how to put it to

use.’ . :

" A paterit is.property and titleto it ean '

pass only by assignment. If not yet is-

sued an agreement to assign. when is- -
sued, if valid as a comtract,  will be.
The respective

specifically enforced.
rights and obligations of employer and
employee, touching an invention con-

ceived by the latter, spring from the con- -

tract of employment. - - : _
. ¢ Webster's New Internstionsl Dictionary:

- “Monopaly.”

TU. S. Code, Tit. 35, § 35. "
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©" " One employed to make an inverition,

who succeeds, during his term of service,
in aceomplishing that task, is bound to

- assign to his employer any patent ob-
“tained. The reasen is that he has only

~produced that which he was employed to
invent. His invention is the precise sub- -

“ject of the contract of employment. A

. term of the agreement necessarily is that
- what he is paild to produce belongs to his -
paymaster. Standard Parts Company

v. Peck, 264 U. 8. 52..  On the other

. hand, if the employment ‘be general,

albeit it covers a field of labor and effort

‘" in the performance of which the em-

ployee conceived the invention for which

he obtained a patent, the contraet is not.

#o broadly construed as to require -zn
assignment of the patent. Hapgood v.

- Hewitt, 119 U. 8. 226; Dalzell v. Duéber

“Watch Case Mfp, Co, 149 T. 8. 315, 'In
‘the latter case it was =aid: S

“But = manufacturing corporation,.

which has employed & skilled workman,
for a stated compensation, to take charge

of its works, and to devote his time and"
. services to devising and making improve-

ments in articles there manufactured, is

.not entitied to a conveyance of patents -
" -obtained for invemtions made by him
while so employed, in the abgence of ex-" -
. press agreement fo that effect.” _

‘The reluctance of courts to imply or

-infer an agreement by the employee to

-~ asslgn his patent is due to a recognition
- of the peculiar nature of the act of in-
vention, which consists neither in. find-

“ing out the laws of nature, nor in fruit-
ful research as to the operation of nat-
ural laws, but in discovering. how-those

. laws may be utilized or applied for some °
- " benefieia]l purpose, by a process, a device
or a machine, It is the result of an in-~

- ventive act, the birth of an idea and its .

reduction to practice; the produet of
-original thought; a concept demonstrated

" to be true by practical application or em-
- bodiment .in tangible form. Clark

Tread Co. v. Willimantie Linen Co., 140
U. 8. 481, 489; Symington Co. v. National
Castings Co., 250 U. S. 383,.886; Pyrene
_Mfg. Co. v. Boyce, 292 Fed. 480, 481
Though the mental concept is embodied

or realized in a mechanism or a physical

or chemical agpgregate, the embodiment
is not the invention and is not the sub-
.jeet of = patent. This distinction be-
tween the idea and Hs application in
practice is the basis of the rule that em-

- - ployment merely to design or to con-

struct 'or to devise methods of ‘manufac-
ture is not the same as employment to
“invent. Recognition of the nature of the

~aet of invefition also defines. the limits -

of the so-called shop right, which shortly
stated, is that-where a servant, duting
his_hours of employment, working with
‘his” master’s ‘materials and appliances,
econeeives and perfects an invention for
which he obtains a patent, he must ae-
cord his master a non-exclusive right to

“practice ‘the invention. .McClhirg wv.
. Kingsland, 1 How, 202; Solomons v.

United States, 137 U. S, 342; Lane &
‘Bodley Co, v. Locke, 150 U, 8.193. - This -
iz an application of eguitable principles,
Since the servant uses his master’s time,
facilities and materials to attain a con-
crete result, the_ latter is in equity en-
titled to use that which embodies his own

property and to-duplicate it as often as

“he may find cceasion to employ similar
appliances in-his business. But the em-
ployer in such & case has no eaquity to

'demand a conveyance of the invention,

which is the original coneeption of the
employee alone, in which the empiover
had no part. This remains the property

“of him who coneceived it, together with

the right conferred by the patent, to ex-

- elude all others than the employer from

the accruing benefits. These principles
are settled as respects private employ-
_ment. : - _ ‘ -

Second. . Does-the character of the

. service call for different. rules as to the

relative rights of the United States and
its employees? - o

The title of & patentee is subject to.no .
superior right of the Governmeni. The
grant of letters patent is not, as in Eng-
Tand, a matter of grace or faver, so that

* conditions may be annexed at the pleas-

“ure of the executive.. To the laws passed
by the Congress, and to them alone, may

_we look for guidance as to the extent

and .the limitations of the respective
rights. of the .imventor and the public. -
Attorney General v. Rumford Chemical
“Works, supra, at pp. 303-4, ‘And this
court has held that the Constitution
_evineces no. public policy which -requires

_-the holder of & patent to cede the use or

benefit of the invention to the United
States, even though the discovery con-
cerns matters which can properly be
used only by the Government; as, for ex-
ample, munitions of war. James v.
Campbell, 104 1. 8. 856, 358. Hollister

- v. Benedict Mfg. Co., 113 U. 8. 59, 67.

No servant of the Tinited States has

. by statute been' disqualified from apply-
“ing for and receiving & patent for his

invention, save officers and employees of
the Patent Office during the period for
which -they held their appointments®

'E. S. 480; U. S. Code, Tit. 85, § 4.
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This being so, this court has applied the
rules enforced as between private em-
. ployers and their servants to the rela-
tion between the Government and its
officers and employees: : )
" United States v. Burns, 12 Wall. 246,
was a suit in the Court of Claims by an
army officer as assignee of a patent ob-
tained by another such officer for a mili-
tary tent, to recover royalty under a con-
tract made by the Secretary of War for
the use of the tents. The court said, in
afirming a judgment for the plaintiff:
“T¢ an officer in the military serv. e,
“not specially employed to- make experi-
ments with a view to suggest improve-
ments, devises a new and valuable .im-
provement in arms, tents, or .any other
kind of war material, he is entitied to
" 'the benefit of it, and to letiers-patent for
the improvement from the United States,
equally with any other citizen not en-
gaged in such service; and the govern-
ment cannot, after the patent is issued,
make use of the improvement any more -
than a private individual, without license
.of the inventor or making compensation
to him.” L . ' S
In United. States v. Palmer, 128 U. 8.
262, Palmer, a leutenant in the army,
" patented certain improvements in infan-.
* fry accoutrements. An army board rec-
ommended their use and the Secretary of
War confirmed the recommendation. The.
- United States manufactured and pur- .
chased 2 large number of the articles,
‘Palmer brought suit in the Court of
Claims .for a sum alieged to be a fair-:
and reasonable royalty. From a judg-
ment for the plaintiff the United States
-appealed. This court, in affirming, said:
“It was at one time somewhat doubted
whether the government might not be en-
titled to the use and benefit of every :
- patented invention, by analeogy to the
English law which reserves this right to
the crown. But that notion no longer.
exists. It was ignored in the case of
Burns.” s
These principles were recognized in
later cases involving the relative rights
of the Government and its employees in
Instances where the subject-matter of"
the patent was useful to the public gen-
‘erally, While these did not involve a
claim to an assignment of the patent,
the ecourt reiterated the views earlier
announced, T Co
In Solomons v. United States, 137 U.
8. 842, 346, it was said:
. “The government has no more power
to appropriate a man’s property invested
I 2 patent than it has to take his prop-
erty invested in real estate; nor does the.

" mere fact that an inventor is af the time = -

of his invention in the employ of the
government transfer to it any ‘title to,
or interest in it. An employe, perform-

ing all the duties assigned to him in his - h
‘department of service, may exercise his = -

inventive faculties'in any direction  he

chooses, with the assurance that what--

ever invention he may thus conceive and

‘perfect is his individual property. There -
is no difference between the government: .
" and any other employer in this respect.”

And in Gill v. United States, 160 U,

© 8. 426, 485: . _ L
“There iz mo doubt whatever of ‘the.

‘proposition laid down in Solomons case, .

-that the mere fact that a person is in .°

the employ of the government does not

- preclude him from making improvements

in the machines with which he is con-
nected, and obtaining patents therefor,

as his individual property, and -that in -
such case the government would have no-

more right to seize upon and appropri-
ate such property, than any other prop-

" rietor would have, * * ** . o

The - distinetion bhetween an employy .
‘ment to make an invertion and a general
employment in the course of which the’

se'rvant. conceives an invention has been
recognized by the executive department

.of the Government. A lieutenant in the -
navy patented an anchor while he was -
on duty in the Bureau of Eguipment and

Regruiting, which was charged with the
duty of furnishing anchors for the navy;

‘he was not while attached fo the bureau.

specially employed to make experiments
with 2 view to suggesting improvements
to _anchors or assigned the duty of mak-

.ing or improving. The Attorney General

advised that as the invention did not

relate to a2 matter as to which the lieu-
-tenant was specially directed to experi- -

ment with a view to suggesting improve-

ments he was entitled to compensation

from the Government for the use of his
invention in addition to his salary or pay

as & navy officer .

A similar Tuling was made with re-

spect to an ensigh whao obtained a patent
for improvements in “B. L. R. ordnance”
“and who offered to sell the improvements,
or the right to use them, to the Govern-

ment. It was held that the navy might -
properly make a contract with him to

“this end.” :

o218 Oﬁi%Ions Attorney-;General.‘io’:..

" "1gy Opinlons Attorney-General, 829. . And
compere Report Judge Advocate General of the
Navy, 1901, p. 6; Digest, Opinions Judge Advo-
cate General of the Armny, 1912-1080, p. 287; Opin-
Jons, Judge Advocate General of the Army, 1018,
-Vol, 2, pp. 529, 988, 1086. E :
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The United States is entitled, in the

- same way and to the same extent as'a -

private employer, to shop-rights, that is,

the free and non-éxelusive use of a pat-

ent which results from efforts of its em-

~ployee in'his working hours and with"

- material belonging to the Government,
Bolemons v. United States, supra, py.
846-7; McAleer v. United States, 160 U,
S. 424; Gill v. United States, supra.
- Thegtatutes, decisions and adminis-
- -frative practice negate the existence of
“a duty binding'one in the service of the
Government different from the obligation
" of one in_private empioyment.

Third, When the United States filed
its bills it recognized‘the law as hereto-
fore declared; realized that it must like
any other employer, if it desired:an as-
signment of the respondent’s rights,

‘prove a contractus] obligation on the

part of Lowell and Dunmore to assign
the patents to the Government. The
averments cleariy disclose this.
in No. 316 15 typicake After reciting
that the employees were laboratory ap-

prentice and associate physicist and lab--

- oratory assistant and associate physieist
respectively and that one of their duties
was “to carry on investigation research

and experimentztion in such problems
- relating to radio and wireless as might

" be assigned to them by their superiors,”
it is charged “in"the course of his em-
Ployment as aforesaid, there was as-

ﬁﬁ“ the slope of subsurface rock boundaries, October - -
24, 1923,

‘for studying subsurface contours, October 12,

--signed to said Lowell by his superiors ifT"
-~ said radio section, for investigation and

research, the preblem of developing a
radio receiving set eapable of operation
by alternating current, * * »

Thus the Government understood that
respondent codld be deprived of rights
under the "patente only by proof that
-Dunmore and Lowell were employed to
devise the inventions. The" findings of

the courts below show how far the proofs

fell short of sustaining these averments.

The Government is consequently driven
to the contention that though the em-
ployees were not specifically assigned the

task of making the inventions (as in-

Standard Parts Co. v. Peek, supra) stil,
‘as the discoveries: were “within’ the. gen-

“eral field of their research and inventive

work” the United States is entitled to an
‘assignment of the patents. The courts
below expressly found that Dunmore and
- Lowell did not agree to exercise their

inventive facylties in their work and that -

-invention was not within its scope. In

this -connection it is to be remembered .
that the written evidence of their em- .
" ployment does not mention research,

much less invention; that never was

 ber, 1912, untll sbout March 1, 1021.
‘for the following. patents: No. .1,808,866, for

. -application - dated Marck 25, 1916.
The bill |

' September - 22, © 1920.

" transmitter, April 10, 1826. 1
“are shown of record to have been assigned to

_ductor compass, and

there a word 'said ‘to either of them,
‘prior to their discoveries, concerning in-

vention or patents or their duties or ob-
ligations respeciing these matters: that
as shown by the records of the patent
office, employees of the Bureau of Stang.

ards and other departments had whije

so employed received numerous patents
and enjoyed the exclusive rights obtained
as against all private persons without

“let ‘or hindrance from the Government®

U No exhaustive examination of the official ree-
ords has been atiempted. It is sufficient, how-
ever, for present purposes, to call attention to the
following instances. R .

Dr. Frederick A. Eolster was employed in the
radio section, Bureau of Standards, from Decem.

He applied

radio apparatus, application dated November 2g,
1920. No. 1,447,185, for radic method and ap-
paratus, application dated January 86, 1819,
No. 1,811,654, for radio method and apparatus,
No. 1,384,580,
for appsratus for-trensmitting radisnt energy,
application dated November 24, 1916. The Patent
Office records show pssignments of these patents
to Federal Teiegraph Company, San Francisco,
Cal., of which Dr. Kolster is-now president, He '
testified that these .are all aubject 10 2 .non-
exclugive license in the United States to use.snd

_practice the same.

Burten McCollum was an employee of the
Bureau of Standards between 1911 and 1824, On:
the dates mentioned: be filed the following ap-
plications for pstents, which were isaned to him.
Nao. 1,085,878, alternating current induction mo-
tor, March 11, 1912, 'No. 1,156,884, induction mo-

.tor, February 25, 1915. 'No, 1,226,093, alternating

current induction motor, August 2, 1915. No.

1,724,495, method and apparatis for determining
No, 1,724,720, method and apparatus

1925. The last two inventions were assigned to
MeCollum Geologient Esplorations, Inc., & Dela-
ware corporation. S
Herbert ‘B. Brooks, while an employee of the
Buresu between 1912 and 1930, filed November i,
1816, an application on which patent No. 1,837,
18%. for an electric transformer, was fssued.
Willlam W. Coblentz, an employee of the
Bureau of Standards from 1818, and still such at
the date of the trie!, on the dates mentioned,
flled’ applications om which patents tasued as fol-
lows: = No. 1,418,862, for "electrical resistance,
No. 1,458,185, system of -
eilectrical control, September 22, 1920. ‘No. 1,450,

. 061, optical methed for producing pulsating elec-

tric curreni, August 6, 1920. No. 1.588.35%, opti-
cal means for rectifying alternating currents,
September 18,1828, The Patent Ofilee records
show that all of -these stand in the neme of
Cobientz, but are subject to a licemse to the

- United States of America.

August Hund, who was an employee of the
Bureau from 1922 to 1927, on the dates men-
tioned flled applications en which letters patent
issued, No. 1,648,838, method of preparing Piezo-
electric plates, Sepiember 80, 1925. No. 1,688,718,
Plezo-electrie-crystal oscillator system, May 10,
1927. No. 1,688,714, Piezo-electriccrystal appa-
ratus, May 12, 1927. No. 1,648,080, condenser
All of these patents

“Wired Radio Inc., a corporation. |
Paul R. Heyl and Lyman J. Briges, while em-
ployees of the Bureau, filed an application Jan-
uary 11, 19822, for patent No. 1,680,751, on in-
; esulgned the same to the




- Ip mo proper sense may it be said that
the contract of employment contemplated
invention; everything that Dunmore and-
Lowell knew negatived the theory that
- they were employed to invent; they knew,
on the contrary, that the past-and then

resent practice ‘was that the employees

of the Bureau were alowed to take pat--
ents on their inventions and have the
henenfits thereby conferred save as to

wse by the United States. The cireum- -

“stances preciude the implication of any

agreement to. assign their irventions or..

patents.. .

*Moreover no court. ecould, however
clear the proof of such & contract, order
the execution of an assignment.  No Act
of Congress has been called to our atten-
tion authorizing the United States to
take z patent or to hold one by assign-

“ment. No statutory authority exists for
- the transfer of a patent to any depart-
» ynent or officer of the Government, or for
the adrministration of patents, or the is-
suance of licenses on behalf of the United

States. In these ecircumstances no public -

poliey requires us to deprive the inven-
tor of his exclusive rights as respects
‘the general public and to lodge them in
a dead hand incapablie of turning the

patent to asecount for the benefit of the

" public.

The record affords even less basis for~

inferring a contract on the part of the

inventors to refrain from patenting their -

-discoveries than for finding an agree-
-ment-to assign them. : '_

The bills aver that the inventions and

patents are held in trust for the United

States, and that the eourt should so de--
clare. It is claimed that as the work of
" the Bureau, including all that Dunmore
and Lowell did, was in the publie inter-

est, these public servants had dedicated
-the offspring of ‘their brains to the pub-
“lie, and so held their patents in trust for

* Aeronautical Instrument Comipany of Pittsburgh,

Pennsylvania. :

C. W. Burrows was ah employee of the Bureaun -

- of Standards between 1812 and 1019, - While such

emplayee ‘he filed applications on the ‘dates men-.
tioned for patents which were issued, No. 1,322,

405, October 4, 1817, method and apparatus for
test_mg magnetizeble objects by magnetic leakage;
assizned to Magnetic Analysis Corporation, Long
Isiand City, N. Y.
18, 1918; exclusive license issued to - make, use

and sell for the field of railway signaling and -

train comtrol, to Union Switch & Signal Company,
Swissvale. Pa. Na. 1,459,070, method of and ap~
paratus for testing magnetizable objects, July 25,
1917; assigned to Magnetic Analysis Corporation,
Long Island City, N. Y.

John A, Wmoughbir. an employee of the

Bureau of Standards between 1418 and 1922,
while s0 emploved, on June 26. 1818, applied for
and was granted a patent, No. 1,555,845, for a
loop antenna. - .

— -

*This paragraph was deleted from the opinion -

by order of May 8, 1833.

No, 1,320,578, relay, March -

the common weal, represented here ina. _
corporate capacity by the United States. ™'

The patentees, we are told, should sur-
render the patents for -cancellation, and
the respondent must also give up its
rights under the patents. o

The trust cannot be express. Every .
fact in the case negatives the existence
-of one. Nor can it arise exr.maleficio..
The employees’ conduct was not fraudu- -
lent in any respect. They promptly dis- .. -
¢losed ‘their inventions.  .Their superiors - .-
encouraged them to.proceed in perfect- '~ .
ing and applying thé discoveries.. Their . ="
note books and' reports - disclosed the
‘work they were doing, and there is not .

a syllable to suggest their use of time *
or material was clandestine or improper. .- -
No word -was spoken regarding any .
“elaim of title by the Government until
-after applications for patents were filed; °

And, as we have seen, no such trust has

been spelled out of the rzlation of-master .
and servant, even in the eases where the °

employee has perfected his invention by
‘the use of his employer's time and mate-

“rials. The cases recognizing the doc-

trine of shop rights may be said to fix a
trisst upon the employee in favor of his
master as respects the use of the inven-
tion by the latter, but they do not affect

the title to the patent and the exclugive”
rights conferred by it'against the public.:

The Government’s position in reality

is; and must be, that a pitblic policy, to .
be declared by a court, forbids one em- " -
“ployed by the United States, for seientific
. research, to obtain a patent for what he -
“invents, though neither the Constitution

nor any satute so declares. _
Where. shall the courts set the limit of

the doctrine? For confessedly,; it must ©

be limited. The field of Tesearch. is as

broad as that of science itself. If the

. petitioner is entitled to a cancellation of -
the patents in- ihis case, would it be so . .
entitied, if the employees had done their -
work at home, in their own time and.’

with their own appliances and materials?
“What is-to be said of an invention
evolved as the result of the solution of a

problem in a realm apart from:that to-

which the employee is assigned by his
official ‘superiors? We have seen that

the Bureau .has numerous divisions. It -

‘is entirely possible that an employee in

one division may make an invention fall--
ing within the work of some other di- .
vision. Indeed this case presents that -
exact situastion, for the inventions in -
question had to do with radio reception,:

8 matter assigned to a group of which

. Dunmore and Lowell were not members.
Did the mere fact of their employment -
by the Bureau require these employees '
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'to cede to-the public every dev1ce they .
~ -might conceive?

Is- the doctrine to be apphed only

where the employment is in a bureau de- -
- voted to scientific investigation proe bono
- publico? Unless it is to be so ¢ircum-
. scribed the statements of this court in-
“Burns v. United States, supra, Sclomons

v. United States, supra, and  Gill v,

‘United States, supra, must be he.ld ior
"naught.

Again,. '

that divisions of the War and Navy De-
partments do the like, and doubtless
:there are many other bureaus and sec-

.. tions in various departments ‘of govern-
ment where employees are set the task:

.of solving problems all of which involve

more or less of science. Shall the field .
~of thé scientist be distinguished from the

art of as killed mechanic? - Is it con-

ceivable that one working on a formuia
- for a drug or an antiseptic in the De-

partment of -Agriculture stands in a dif-
ferent clags from a machinist in an ar-
senal? Is the distinetion to be that
where the government department is, so

‘to- speak, a business department operat-

ing a bhusiness activity .of the govern-

--ment, the employee has the same rights

‘as one in private employment, whereas

if his work be for a bureau interested

‘more particularly in what may be termed
-seientific research he is upon . notice that
whatever he invents in the field of activ-
ity of the bureaw, broadly defined, be-
longs to the public and is unpatentable?

- Illustrations of the difficulties —which

‘would atfend air atiempt to define the

- .policy for which the Government con-

tends might be multiplied indefinitely.

The courts ought not to declare any.

such policy; its formulation belongs
solely to the Congress. Will permission

" .to an employee to enjoy patent rights as
-against: all others than the Government-

tend to the improvement of the public
service by attracting a higher elass of
employees ?
benefit- to the people in a dedication to
the public of  inventions conceived by
officers of government, than in their ex-

 ploitation under ‘patents by private in-

dustry? Should certain classes of in-

" vention be treated in one way and other

classes differently? These are not legal

-questions, which courts are competent to =
They are Practieal .questions, -

and the decision as to what will accom-
plisk the greatest good for the inventor,

--the Government and the public ‘rests with -

“ment of the usual fees.

Is there in fact ‘greater

the Congress We: should not read into
the patent .laws limitations ‘and eon.
ditions which the leguslature has not ex-
pressed. - -

Fourth. Moreover, we are of opinion
Congress hag approved a pchcy at vari-

ance with the “petitioner’s contentions,

This is demonstrated by examination of

“two statotes, with their legislative his.

tory, and the hearings and debates re-

- specting proposed leg'lsla.hon w}uch failed.

o what are to 'be deﬁned as 'bu— "
. reaus devoied entirely to: scientific re-’
search? It iz common knowledge that

" many in the Department’ of ‘Agriculture
conduct researches and  investigations, -

of passage, -

Since 1883 there: has been in force an
act® which provides: -

“The Secretary of the Intenor [now
the Secretary of Commerce, act of Feb-
ruary 14, 1902, . 552, Sec. 12, 32 Stat,
830} and the 'Commissioner of Patents
are authorized to grant any officey of the
government, . except officers -and eh-

‘ployees of the Patent Office, a patent for
.any invention of the classes mentioned

in section forty-eight hundred and eighty-

_six -of ‘the Revised Statutes, when such
“invention ‘is ised or to be used in the
spublie - service, without the payment of
-any fee: Provided. That the applicant
in his application shall state that the in-
‘vention described. therein, if patented,

may be used by the government or any
of its officers or employees in the prose-
cution of work for the governmert, or by
any other person in the United States,
without the payment ‘to him of any roy-
alty thereon, which stlpulataon ghall be

_inecluded in ‘the patent.”

This.law was evidently :mtended to en-

-éourage government employees to. obtain

patents, . by relieving them of. the pay-
The condition
upon which the privilege was -accorded -
is stated as the grant of free use by the

.government, “its officers or emplovees in:

the prosecution of work for the govern-

"ment, ‘or by any other person in the

United States.” For some time the ef-
fect of the italicized phrase was 2 mat-

~ter of doubt.

~In 1910 the Iﬁdge Advocate General of

~the ' Army rendered an opinion ito the

effect that one taking & patent pursuant
to the aet threw his invention “open to
public” and private use in the United
States.” ™ It was later realized that this
view made such a patent a contradietion
in-terms, for it secured no exclusive right
to anyone. ‘In 1918 the Judge Advocate
General gave a well-reasoned -opinion *
holding that if the statute were construed
to involve a dedieation to the public, the

- so-called patent would at most amount fo

- W Act of March 3, 1888, ¢. 148, 22 Stat, €25,
W' See Squier LA 'Amerlcsn T. & T. Co., 21 F.

{2d) 747, T4,

i ‘November 80, 1818; Opinions of Jndse Ad-
vocate General. 1918, Vol. £, p. 1028,



.".a publication or prior reference. “He con-
" cluded that the intent “of th& act was

t the free use of the invention ex- -

tended only to the Government or those
. doing work for it. A sm_n'lar eonstruction
“was adopted in an opinion of the Attor-
ney General” Several federal courts re-
" ferred to the statute and in dicta indi-
cated disagreement with the views ex-
- pressed in these later opinions.” :
7 The departments of government were
" anxious to have the situation cleared and
- -repeatedly requested “that the .aet be
amended, Pursuant to the recommenda-
“tions of the War Department an amend-
_ment was enacted April 30, 19287 The
proviso was changed to read:
«Provided, That the applicant in his ap-
. plication. shall state that the invention
- deseribed therein, if patented, may be

. manufactured or used by or for the Gov-

ernment for governmental purposes with-
out the payment to him of any royalty
thereon, which stipulation shall be .in-
cluded in the patent.” g

The legislative history of the amend-
ment clearly-discloses the purpose to save

to the employee his right to exclude the -

public.® In the report of the Senate
Committee on Patents submitted with the
amendment, the object of the bill was
said to be the protection of the interests
. of the Government, primarily by secur-
ing patents on inventions made by offi-
cers and employees, presently useful in

the interest of the national defense or "

. those which may prove usefu! in the in-

. terest of national defense in the future;
and secondarily, to encourage the patent-
ing of inventions by officers and em-

plovees of the Government with the view

. to further protection of the Government
- against .suits for infringement of pat-
ents. The Committee stated that the bill

.-~ had the approval of the Commissioner of

‘-Patents and was introdiiced at the re-
quest of the -Secretary of War. Ap-
pended to tne report is a copy of a letter
of the Secretary of War addressed to the
committees of both Houses stating that

the language of the legislation then ex-

isting was susceptible of two interpreta-

" tions contrary to each other. The letter

30 Opinjons Attorney General, 145.

8 See Squier v. American Tel. & Tel. Co,, 7 F. ~

(2d) ea), 21 F. (2d) 747; Hazeltine Corporation
¥. Electric Service Engineering Corp., 18 F. (2d}

082; Hazeltine Coropration v. A. 'W. Grebe &

Co., 21 F, (2d) 848; Setden Co. v. National Ani-
line & Chemical Co., 48 F. (2d) 270.
45 Stat. 467, 468, .
* Report No, 871, 7oth Cong., 1st Sess.. House
..0f Representatives, to accompany H. R. ¢163; Re-
port No, 785, 7oth Cong., Ist Sess., Senate, to ac-
company H, R. 6108; Cong. Rec., House of Rep-
Tesentatives, March 19, 1928, 7T0th Cong., 18t Sess,,

. P 5018: Cong. Rec., Senate, April 24, 1928, 70th

. Cong., 1st Sess., p. -7088.

"qudfeﬂ_'the' provi'é_d of the Secﬁon as it -
"then stood, and continued: - . PR
“It is clear that a literal comstruetion = .= -

of this proviso wounld work a dedication
to the public of every patent taken out

~under the act. If the proviso must be - .

construed literally we would have a situ-

-gtion wherein all the patents taken out
under the aet would be nullified by the

very terms of the act under which they

were granted, for the reason that a pat- -
ent which does not cerry with it. the lim=~-. -

jted monopoly referred to in the -Consti-
tmtion is in reality not a patent at all
The only value that a patent has is the
right that it extends to the patentee to

exciude all others from making, using,
-or. selling the invention for .a. certain

period of years. A patent that is .dedi-

_eated to the public is virtually the same

as & patent that has expired.”

After referring to the interpretation ';

of the Judge Advocate General and the

Attorney General and mentioning that -

no satisfactory adjudicaiion of the ques-

tion has been afforded by the courts, the =
“letter went on to state? o
“Because of the ambiguity referred to.

and the unsettled condition that has
arisen therefrom, it has become the policy
‘of the War Department to advise all its
personnel who desire to file applications
for letters patent, to do so under the gen-

gral law and pay the required patent-

-office fee in-each case.”
And added:

into law, Government officers and -em-
ployees may unhesitatingly avail them-
selves of the benefits of the act with full
agsurance that in so doing their patent
is not dedjcated to the publie by operation

of law. The War Department.-has been -

favoring legislation along the lines ‘of

the proposed bill for the past five or six
:‘years_‘” . . Tt :
“When the bill came up for passage in =

the House a colloguy oceurred which

clearly disclosed the purpose of the -~

amendment.® The intent was that a2 gov-

© Cong. Rec., 70th Cong., 1st’ Sess., Vol 88,
Part 5, p. 5018: o .
wMr. LaGuardia. Mr. Speaker, reserving the
right to object, Is not the proviso too broad?

Suppose an employee of the Government: invents - -
 some improvement which ig very valuable, is he °

compelled to give the Government free use of it?

“Mr, Vestal [who reported the bill for the Com-
imittee and was in charge of it]. If he is em-
ployed by the Goverpment and the invention s
made while working in his capecity as an agent
of the Government. If the head of the burean
certifies this invention will be used by the Gov-

~ ernment, then the Government, of course, gets it

without the payment of eny royaity. -
“Mr, LaGuardia. The same as & factory Tule?
“Mi. Vestal. Yes; but the man who takes ont
the patent has his- commercigl rights outside.

“Mr. LaGusrdia. Outside of the Governrment?
*Mr. Vestal, Yes.

M. TaGiaardia. Put the custom'is, and with.

“1f the proposed legislation is enacted
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ernment employee who in ‘the course of -

his employment conceives an invention

‘should -afford the government free use-

‘thereof, but should be protected in- his
right to exciude all others. If Dunmore
and Lowell, who tendered the Govern-
ment a non-exclusive license without roy-
alty, and always understood that the Gov-
-ernment might use their inventions
freely, had proceeded under the act of
1883, they - would ' have retained their

rights as againgt all but the United

States. This is eclear from the execu-

tive interpretation of the aect. But 'for’

greater security they pursued the very

" - course then advised by the law officers of

the Government. I would be surprising
if they thus lost all rights as patentees;
especially so, since Congress has now eon-

firtned the soundness of the views held_

by the law officers of the Government,

Until the year 1910 the' Court of’

Claims was without jurisdiction  to
award compensation to the owner of s

patent for unauthorized use by -the-
Its power "

-United States or its agents.
extended only to the trial of claims based
upon an express or implied contract for
such use®™ In that year Congress en-
larged the jurisdiction to embrace the
former class of claims.® In giving con-

out this bill, the Government has the right to the
nge of the improvement without payment If it is
mvefted in Government time and in Government
work. : - .

. “Mr. Vestal. That is correct: and then on top

of that, may 1 say that a number of instances -

have occurred where an employee of the Govern-
- ment, instead of taking out a patent had some
one else take out the patent and the Government
“bas been involved in s number of suits. There
is now $804.000,000 worth of such claims in the
Court of- Claims.™ . . L
It will be poted from the last statement of -the
gentleman in charge of the bill that Congress was

concerned with questions of policy in the adop--

tion of the amendment. These, as stated above,
are questions of business -policy .and business
judgment—what is to the best advantage of the
Government and the public. They are not ques-
-Hions as to which the courts ought to invade the
-province of the Cobpgress. =~ .
.. - % Bee Belknap v, Schild: 161 T. ‘5. 10, 16; Eager
v.. United States, 85 C.- Cls, 558.
L Act of June 28, 1910, .86
Crozier v. Erupp, 224 U, 5. 200.) )
"That whenever an-invention described in and
" covered by a patent of the United States shall

hereafter be used by the United States without -
license of he owner thereof or lawful to use the

same, such owner may recover reasonabie com-
pensation for spch use by suit in the Court of
~Clalms: Provided, however, That said Court of

Claims shall not entertain a suit or reward com- -

_pensation under the provisions of this Act where
the claim for compensation is baged on the use
by the United States of any article heretofore
owned, leased. used by, or in the possession of
‘the United States: Provided further, That in
any such suit the United States may avail itself
of any and all defenses, general or special, which
" might be pleaded by a defendsnt in an action
Afor infringement, as set forth in Title Sixty of

the Revised Statutes, or otherwise: And pro-

sent. to_be sued, the restriction was im-

‘the

Stat. 861: (See

posed that it-should not extend to owners
of patents obtained by employees of the
Government whiie in the service. - From
this it is inferred that Congress -recog-
nized no right in such patentees to ex-
clude the public from practicing the in-

vention. But an examination of the
legislative record complefely refutes the
eontentiori. - : :

The House Co:nn'litt'ee in reporting the
bill, after referring to the law as laid
down in the Solomons case, said:  “The .

"United States in suech 2 case has an im-

plied license to ‘use the patent without
compensation, for the reason that the
inventor used the timie or the mioney or
the material of the United States in per-
fecting his invention. The use by the
United Stateés of such: a patented inven-
tion ~without -any -authority from the
owner thereof is a lawful use under ex-
isting law, and we have inseried the

words ‘or lawful right to use the same’
in order to make it plain that we do not

“intend to make any change in existing

law in this respect, and do not intend to

- give the owner of such a patent any

claim against the United States for iis
use,” *® From this it is clear that Con-
gress had no purpose to declare a poliey
at variance with ‘the decisions .of this
court. S S . "
The executive departments have advo-
cated legisiation reguiating the taking of
patents by government employees and
administration by government
agencies of the pafents so obtained. In
1919 ang 1920 a bill sponsored by the In-

-terior Department was introduced. 1%

provided for the yvoluntary assignment
or license by any government emplovee,

"to the Federal Trade Commission, of &
- patent applied for by him, and the licens-

ing -of manufacturers by the Commis-
‘sion, the licensz fees to be paid into the
Treasury and such part of them as the
President might -deem’ edquitable to be
turned over to-the patentee® . In the

~hearings and réports upon this measure

" vided further, That the benefits of this “Act shall

not inure .to any patentee. who, when he mnkes
ruch claim is ip the employment or service of
the Government of the United States; or the a»-
signee of any such patentee; nor shall this Act
apply to any device discovered or Invented by
such employee during the time of his employ-
ment or service.”. Lo i

The Act was amended in resepcts immaterial
to the present guestion, July 1, 1818, 40 Stat. 705.
See William Cramp & Sons Co. ¥. Curtis Turbine
Co.. 246 U, S. 28: Richmond Screw Anchor Co.
v. United States, 275 U, 5. 881, 348, As amended
it appears.in U, §. €., Tit. 85, § 88.

= House Report 1286, 61st Cong.. 2d Sess.

= G, 5285, 65th Cong., 8d Sess.; S, 8228, oath
Cong., 2d Sess.; H. R. 0982, sath Cong., 2d Sess.;
H. R. 11984, ooth Cong., 8 Sess. .




17 U.S. Par. Q.

o wae laid not only upon the fact

t action by an employee thereunder

"would be voluntary, but that the inven-
tor would be protected at least to some

extent in his private right of exclusion. -.

It was recognizfd that- the Government
eould not compe

nse of government material and in gov-
ernment working time. Nothing contained
in the bill itself or in the hearings or
-reports indicates’ any. intent to change
‘the existing and. well understood rights
of government employees who obtain pat-
ents for their inventions made while in

the service. The measure failed of pas-:
sage. : . . - tion to ereate an Interdepartmental Pat-
- In 1923 the President sent to the Con-

gress the report of an interdeparimental
" patentt board created by executive order
to study the question of patents within
the government service and to recommend
reguiations establishing a policy to be
followed in respect thereof. The report
adverted to the fact that in the absence
‘of a contract providing otherwise a pat-
ent taken out by a governmeni employee,
* and any invention developed by one in
the public service, is the sole property of
the inventor. ~The committee recom-

mended strongly aganist’ public dédica-

tion of such an invention, saving that
© thiz in effect voids a patent, and, if this
were not so, “there is ‘little incentive
* for anyone to take up a patent and spend
time, effort, and money * * * on its
commercial development without at least
© some measure of protection against oth-
ers iree to take the patent as developed
by him and ecompete in its use. In such
a2 case one of the chief chjects of the

patent law would be defeated.” * In full -

accord is the statement on behalf of the
Department of the Interior in z memo-
randum furnished with respect to the
bill introduced in 1919* = '
With respect to a policy of permitting
_ the paténtee to take z patent and control
it in his own interest (subject, of course,
“1o the government’s right of use, if any)
the comrhittee said:

M ¥ ¥4t must not be lost sight of
that in general it is the constitutional
Tight of every patentee to expleit his pat-

" ent as he may desire, however expedient '
_ it may appear to endeavor to modify this

right in ‘the interest of the public when

the patentee is in the Government serv-
ICE.’,” ) . .

% Sen, Doc, No. 82, 6ath Cong., 1st Sess, p.

* Hearings, -Senate . Patent Committee, 66th -

Cong., 2d Sess., January 28, 2820, p. 11,

an assignment, was in- .
capdble - of taking such assignment or

- gdministering the patent, and that it had
shop rights in 2 patent perfected by the

“ngent of the Government.

*Sen. Doc. No. 88, #6th Cong., 1st Sess., p. 3.

'_ "Concernin'g a requirement that all pa.f-'

ents obtained by government employees ' -
be assigned to the United States or its
agent the committee said; . - S
“x * ¥ it would, on the one hang, ren- .
der difficult securing the best sort of

technical men for the service and, on the B

other, would influence technical workers:
to resign in order to exploit inventions
which “they might evolve and suppress
while still in the service.. There has al-
ways been more or less of a tendency
for able men in the service to do this,.
particularly in view of the comparative ™

- meagerness of Government salaries; thus

the Government has suffered loss among
its most capable class of workers” ™
The committee recommended  legisla-

ents Board; and further that the law

-make it part of the express terms of em--
-ployment, having the effect of a con-

tract, that any patent application made
or patent granted for an invention dis-
covered or developed during the period of
government service and incident to the
line of official duties,”which in the judg-
ment of the board should, in the interest

. of the national defense, or otherwise in

the public interest, he. controlled by the
government, should upon demand by the
board be assigned by the employee to an

mended measures were not adopted.
Fifth. Congress has refrained from
imposing upen government servants a
contract obligation of the sort above de- -
seribed. At jeast one department has at-
‘tempted to do so by regulation.™ - Since
the record in this case discloses that the
Bureau of Standards had no such regula-
tion, it is unnecessary to consider whether

" the variots departments have power to
impose such a contract upon employees ' - -

without authorization by act of Congress.
The question. is more difficult under our
form of government than under that.of

 Great Britain, where such departmental
- regulations seem to settle the matter™

All of this legislative history empha-
sizes what we have stated—that the

“courts are incompetent to answer the dif-

fieult question whether the patentee is to
be aliowed his exclusive right or com-
pelled to dedicate his invention to- the
public. It is suggested that the election’
rests with the authoritative officers of
the Government. Under what power, ex~ -
press or implied, may such officers;, by -

H Ihid., p. 4. -

= Gee Annual Réport,
ture, for 1807, p. 775. See Selden Co. v. National
Anlline & Chemieal Co, Inc., 48 F. (2d) 2ve, 278. -

@ Queen's Regulations (Addenda 1895, 1st Feb-
ruary); Ch. 1, Instructions for Officers in Gen.
eral, pp. 1%16. - ) :

The recom-

Deﬁarﬁnént of Agricul- =~
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" administrative fiat, determine the nature
~-and extent -of rights exercised under a

charter granted a patentee pursuant to

- eonstitutional and legislative provisions?

Apart from the fact that express author-
ity is nowhere to ‘be found, the question

atises, who are the authoritative officers’
‘whose  délermination shall bind the
 United States and the  patentee? The

Government!s .position comes to ‘this—

. ! that the courts may rot reexamine the
. .exerecise of an authority by somie officer,.:-
< not named, purporting to deprive the

patentee of the rights. conferred upon
him by law. Nothing would be settled

e by such a2 holding, except that the de-
“termination of the reciproeal rights and

obligations of the Government and its
employee as respects inventions are to

- ‘be’ adjndicated, without review, by an un- -

specifiedd depariment head or bureau
chief. "Hitherto both the executive and
the legislative branches of the Govern-

“ment have concurred in what we con-

sider ‘the correct view,—that any such

declaration of policy must come from

Congress and that no -power to declare

it is vested in administrative officers.
‘The decrees are affirmed.

Mr. - Justice STONE,. "djSSmtihg;—I -

think the decrees should be reversed.

The Court’s conclusion .that the em-

ployment of Dunmore and. Lowell did

not contemplate that they should exer--
cise inventive faculties in their service -

to the government, and that both courts
below so found, seems to render super-

“fiuous much that is said in the opinion,

For it has not been contended and I cer-
tainly do not contend, that if such were
the fact there would be any foundation
for the claim asserted by the govern-
ment. But I think the record does not
support the Court’s - coneclusion: of faet.

I am alsc unable to agree with the rea-
. soning of the opinion, although on my -

view of the facts it would lead to the

.+ reversal of .the decree below, which I
-~ faver. ' _
‘When originally organized as.a sub-

division of the Department of Commeree,

the functions of the Bureau of Standards "
consisted principally of the -custody,

comparison, construction, testing and
calibration of standards and the solution

of problems arising in” connection with '

standards. But in the course of its in-
vestigation of stendards of quality and

' -performance it I;Vas gradually expanded

3Act of March 8, 1941, 81 Stat. 1449; Act of

Fehruary 14, 1808, § 4, 32 Stat. 825, 826. For an
account of origin and development of the
Bureau and its predecessor, ses Weber, The
Bureaw of Standsrds, 1-75. S

e :

“Ne. 23 (1925).... - .
=~ The Act of May 26, 1820, 41 Stat. £3], 688. 684,

into 2 laboratory for research of the
broadest character in various branches
of science and industry and particularly
in the field of engineering? Work of .
this nature is carried on for other gov-

ernment departments,’ the general pub- -
lie* and private industries” It is almost

entirely supported by public funds® and

. is maintained in the public interest. In

1915, as the importance of radio to the

- government and to the public inereased, .

Congress -appropriated funds’ to the |
Bureau “for investigation and standardi-
zation of methods and instruments em-
ployed in'radio communication.” Similar

-annual appropriations have been made

since and public funds were aliotted b
Acts of July 1,:1916, c. 209, 39 Stat,

262, 324 and October 6, 1917, c. 79, 40

Stat. 345, 375, for the construction of a

1 Much of the expansion of thé‘-Bureau‘s Ac

‘tivities in this direction took place during the

war. See Annual Report of the Director, Bureau
of Standards, for 1919, p. 25; War Work of the
Bureau of Standards (1821}, Misc. Publications -

.of the Bureau of Standards No. 48. The scope of

the Burean's scientific work is reveaied by the
annual reports of the Director. See also the

- bibliography of Burean publications for the yesrs

1901-1925, Circular .of ‘the Bureau ¢f Standerds °

permitted other depariments to transfer funds to
the Bureau of Standards for .smch purposes,
though even bsfore that time it was one of the
major functions of the Bureau to be of asgistance.
to other branches of the service. See e. g. An-
nual Reporis of the Director for 1815, 1818, 1817,
p. 165 Annual Report for 1918, p. 18: compare
Annual Report for 1921, p. 25; for 1922, p. 10.
4The consuming public is directly benefited nof
only by the Bureau's work in improving the stand. _
ards of guality and performance of industry, but
#180 by the awmistanece which it Jends to govern-

. mental bodies. state and city, See Annual Re-

ports of the Director for 1915, 1816, 1917, p. 14;

" Annual Report for 1918, p. 16; National Bureau

of Standards. Its Functions and Activity, Cire-

‘ular-of the Bureau of Standards, No. 1 {1825),

pp. 28, 83. . . B
¢ Cooperation with privete industry has been .

~ the major method relied upon to make the ac-
" -coraplishments of the Bureau effective. See An-

nual Report for 1922, p. 7; Annual Report for
1928, p. 8. A system of research associates per- -

-:mits industrial groups to maintain men at the

Bureau for research of mutual concern, The
plan has - facijitated co-operation. . See Annusl
Report for. 1823, p. 4; Annusal Heport for 1924,
p. 85; Annual Report for 1925, p. 88: Annual Re- -
ports for 1926, 1828, 1920, 1981, 1882, p. 1: Re-
search ‘Assoclates at the Buréasu of Standards,
Bureau Circular No. 296 (1026). For a list of
copperating organizations as of December 1, 1826,
see Misc. Publications No. 86 (1927).

® No fees have been charged except to cover
the cost of testing, but the Act of ‘Jupe 30, 1532,
c. 314, § 812, 47 Stat. 410, directs that “for sll
comparisons, calibrations, tests or imvestipations,

- performed” by the Bureau, except those per-

formed for the Government of the United States
or a Siste, “a fee sufficient in each case to com-
pensate the * * * PBureaw * _ * * for the

. entire oos£ tlf Ep‘e services rendered shall be

cha: . .
TAct of March 4, 1815, c¢. 141,738 Stat. 097,
1084, - . e
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- greproof 1aboi-étbfy'buildihg “to provide

additional space to be used for research
. and testing in radio communication,” as

. well as “space. and facilities for coopera-

" tive. research and experimental work in
_ yadio . communication” by other depart-
" ‘ments of the government. Thus, the
"econduct of research and scientific inves-
. tigation in the field of radio has been a
. duty imposed by law upon the Bureau
" :of Standards since 1915. .

Radio research has been conducted in

.the Radio Section of the Electrical Di-
_ vision of the Bureau. In 1921 and 1922,
when Dunmore and Lowell made the in-
ventions in controvérsy, they were em-

" ployed in this section as members of the

“scientific staff. They were not, of course,
engaged to invent, in the sense¢’in which
"2 carpenter is employed to build a chest,
“'but they were employed to conduct scien-
tifie investigations in a laboratory de-
voted principally to applied rather than
" pure science with full kmowledge and ex-
* peetation of all concerned that their in-

vestigations might normally lead, as they "

" did, to invention. The Bureau was as

- ‘much devoted to the advancement of the

radic art by invention as by discovery
. which falls short of it. Henee, invention
in the field of radic was 2 goal intimately
- related to and embraced within the pur-
‘poses of the work of the scientific staff.
7" Both courts below found that Dunmore
. -and Lowell were impelled to make these

_inventions “solely by their own scientific

curiosity.” "They undoubtedly proceeded’

"upon their own initiative beyond the

:specific problems upon whith they were

anthorized or directed to work by their

© superjors in the Bureau, who did not

actively supervise their work in its in-

" ventive stages. But the evidence leaves

no doubt that in all they did they were
following the established practice of the
Section. For members of the research

.staff weré expected and encouraged to -

- follow their own secientific impuises in
pursuing their researches and discoveries

~to the point of wuseful application,.

whether they involved invention or not,
and even though they did not relate to
~the immediate problem in-hand. After
- the inventions had been conceived they
were disclosed by the inventors to their

chief and they devoted considerable time’
to perfecting them, with his express ap-’

~Proval. All the work was earried on by
‘them in the government laboratory with
the use of government materials and fa-
--cilities, during the hours for which they

‘received a government salary. Its prog--.
ress was recorded throughout in weekly

~_ and monthly reports which they were re-

"'qfu'ired to file, as well as in their labora- RO
‘tory notebooks. It seems clear that in "
thus exercising their inventive powers in’

the pursuit of ideas reaching beyond

their specific assighments, the inventors .

were discharging the duties expected of

“scientists employed in the -laboratory; -

Dunmore as well as his supervisors, tes-

“tified that such was their conception of

the nature of the work, The conclusion.

is irresistible that their scientific eurdos-- - 7 /s

ity -was precisely what gave the inven-- .-+ .’
" tors value as ryesearch workers; the gov- " 1~

ernment employed it and gave it free :

rein in performing the broad duty of the -

Burean of advancing the radjo art by

discovery and invention. o

The courts below did. not find that' '
there was any agreement between the -~

government and the inventors as to their
relative rights in the patents and there
was no evidence to support such a find-
ing. They did not find, and upon the

facts in evidence and within the range of - '

judieial notice, they could not find that

the work done by Dunmore and Lowell -
leading to the inventions in controversy -

was not within the scope of their employ-
ment. * Such 2 finding was unnecessary
to support the decisions below, which

proceeded on the theory relied on by the -

respondent here, that inh the absence of

‘an express contract to assignii, an em- .
ployer is entitled to the full benefit of

the patent granted to an employee, only

when. it is for a particular invention.” - .-
~ which the employee was specifically hired -

‘or directed to make. The bare references

by the court below to the obvious facts

that “research” and “invention” are not

synonymous, and that all researeh work

in the Bureau is not concernied with in-

-vention fall far short of a finding that g
‘the work in the Bureau did not contem-- -
‘plate invention at all. Those references .

were directed to a different end, to the

establishment of what is conceded ‘here, :
that Dunmore and Lowell were . not.

specificaliy hired or directed to make the

inventions because in doing so they pro-
ceeded beyond the assignments .given . .-

them by their superiors. The court’s
conception of the law, applied to this ulti-
mate fact, led inevitably to its stated

conelusion that the claim of the govern- | .
ment is without support in reason or au-~- -
“thority “unless we should regard a gen-
eral employment for research work as -
synonymous with a particular employ--

ment (or assignment) for inventive
work.” . .

The opinion of this Court apparénﬂy R
rejects the distinction between specific”
employment or assignment and general & - -
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" employment to invent, adopted by the

court below and supported by authority,

in favor of the broader pésition urged -
by the government that wherever the
empicoyvee’s duties involve the exercise of

inventive powers, the employer is entitled
to an assignment of the pdtent on any
invention made in the scope of the gen-
eral employment. As I view the faets,
I think such a rule, to which this Court

has not hitherto given explicit support,
would- reguire a deeree in favor of the

‘government. It wonld alsc require a de-

cree in favor of a private employer, on’
" the ground stated by the court that as

the employee “has only produced what

:he is emploved to invent,” & specifically
-enforcible “term of the agreement neces-

sarily is that what he is paid to produce
belongs to hiz paymaster.” . A theory of
decision so mechanical is not forced upon
us by precedent and ¢annot, I think, be
supported. - : :

What the employee agrees to assign to’

his employer is always a guestion of faet,

" It eannot be said that merely because

an employee agrees te invent, he also
agrees to assign any patent secured for

‘the invention. Aeccordingly, if an as-

signment is ordered in such a case it is
no more 1o be explained and supported as
the gpecific enforcement ¢f an agreement
to transfer property in the patent than

-is the shopright which equity likewise

decrees, where the employment does not
contemplate invention. All the varying

and conflicting ‘language of the books:
cannot obscure the reality that in any’
- ease where the rights of the employer to-

the invention are not fixed by express
contract, and no agreement in fact may
fairly be implied, equity determines after

the event what they shzll be. In thus -
adjudicating in inwvitum the consequences -
_spondent ‘drgues, that only in  cases

of the employment relationship, equity

must reconcile the eonfiicting claims of
the employee who has evolved the idea

and the emplover whe has paid him for

his time and supplied the materials util-

ized in experimentation and construction.

A task so delicate cannot be performed -
by sccepting the formula -advanced by

the petitioner any more than by adopt-
ing that urged by the respondent, though

* both are not without support in the opin-
ions of this Court. Compare Hapgood -

v. Hewitt, 118 U. 8. 226; Dalzell v.

Dueber Mfg. Co., 149 T. S. 315; Solo- -

mons v. United States, 137 U. 5. 342,
346; Gill v. United States, 160 U. 8. 426,
435; Standard Parts Co, v. Peck, 264
U. 8. 52. . : L
Where the employment does not con-

template the exercise of_ inventive talent

‘the policy of the patent laws to stimulate
invention by awarding the benefits of
the monopoly to the invéntor and net to
someone else ‘leads to & ready compro.
mise: & shop-right gives. the employer
-an -adequate share in the unanticipated
boon.! Hapgood v. Hewitt, supra; Lane
& Bailey Co. v. Locke, 150 U. §. 193;
Dalzell ‘v. Dueber Mfg.- Co., supra;
Pressed Steel Car Co. v. Hansen, 134
Fed, 403; Amdyece Corp. v. Urquhart,
289 F. (2d) -943, =ff"d 51 F. (2d) 1072;
Ingle v. Landis Tool Co., 272 Fed. 464;
see Beecroft & Blackman v, Rooney, 268
Fed. 545, 549. -

But where, as in this case, the employ-
ment’ contemplates invention, the ade.
quacy of -such a compromise is maore
doubtful not because it contravenes an
agreement for an assignment, which may
not exist, ‘but because, arguably, as the
patent is ‘the fruit of the very work
which -the: employee is hired to do and

- for which'he is paid, it should no more

be withheld from the employer, in eguity

-and good: conscience, than the product of

any other service which the employee en-
gages to render. This result has been
reached where the contract was to devise
a2 mesns for solving a defined problem
Standard Parts Co. v. Peck, supra, and
the decision has been thought to estab-
lish the employer’s right wherever the
employee is hired or assigned to evolve
a process or mechanism for meeting a
specific need. Magnetic Mfg. Co. v. Dings
Magnetic Separator Co., 16 F, (2d) 739,
Goodyear Tire and Rubber Co. v, Miller

22 F..(2d) 358, 356; Houghton v. Unitec

States, .28 F, (2d) 386. But the couri
below and others have thought (Pressec
‘8teel Car Co. v. Hansen, supra; Hough-
ton v. United - States, supra; Amdyec
Corp. v.. Urquhart, supra), as the re

where the employment or assipnment is
‘thus specific may the employer demanc
‘all the benefits of the employee’s inven-
tion. ' The basis of such a limitation it
not articuiate in the eases. There is at
least a question whether its application
may not be attributed, in some instances.

- to the readier implication of an actual

promise te -assign the patent, where the
duty. is tc-invent a specific thing (see
Pressed Steel Car Co. v. Hansen, supra,
415}, or, in -any case, to the reluctznce
of equity logically to extend, in this field,
the principle that the right to claim the
service includes the right to claim its

“~product. The latter alternative may find
" support-in.the policy of the patent laws

- See the cases coliected in 80 Columbin Law
Rev. 1172; 86 Harvard Law Rev. 408,
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4o seture to the inventor the fruits of -

. his inventive genius, in the hardship
which may be involved in imposing 2
duty to assign all inventions, see Dalzell
-x. Dueber Mfg. Co., supre, 323, cf. As-
pinwall Mfg. Co. v. Gill, 32 Fed. 697,
%00, and in & ‘possible inequality in bar-

gaining power of employer and employee.

" But compare Goodyear Tire & Rubber
"Co. v. Miller, supra, 355; Hulse v. Bon-
sack Mach. Co., 65 Fed. 864, 868; see 30
. Columbia Law Rev. 1172, 1176-8. Th_ere
" j¢ ho reason- for determining now ‘the
weight which should be-accorded these
“objections to complete control of the in-
vention by the employer, in cases of or-
dinary employment for private purposes.
Once it is recognized, as it must be, that
the function of the Court in every case
" js to determine whether the employee
may, in equity and good conscience re-

“tain the benets of the patent, it is ap- -

parent that the present case turns upon
eonsiderations which distinguish it from
any which has thus far been decided.

The inventors were not only t‘amployed
to engage in work which unmistakably
required thém to exercise their inventive
genius as oceasion arose; they were a
part of a public enterprise. It was de-

voted to the improvement of the art of .

radic communication for the benefit of
.the people of the United States, carried

© on in & government laboratory, main- .

tained by public funds. Considerations
which ‘might favor the empioyee where
the interest of the employer is omly in
private gain are therefore of slight sig-
nificance; ‘the policy dominating the re-
pearch in the Bureau, as the inventors
knew, was that of the government to
further the interests of the public by ad-
vancing the radio art. -Tor the work to

be sueccessful, the . government must be
free to use 'the results for the benefit of

the public in the most effective way. A
patent monopoly in individual employees,
_carrying with it the power to suppress
‘the invention, or at least to exclude oth-

ers from using it, would destroy this

freédom: a shopright in the government
would not confer it. For these employees,

in the circumstances, to attempt to with-

hoid from the public and from the gov-
ernment thé full benefit of the inventions
which it has paid them to produce, ap-
pears to me 5o unconscionable and in-
equitabie as to demand the interposition
of & court exercising chancery powers.
A court which habitually enjoins a mort-
gagor from acquiring and setting up ¢
tax title adversely to the meortgagee,
Middietown Savings Bank v. Bacharach,

'_ 46 Conn, 518, 824; Chamberlain v.

Forbes, '12_6 Mich. 86; Waring v. Ne- e

tional Savings & Trust Co., 138 Md. 367;

see 2 Jones on Mortgages  (8th ed.), i

§ 841, should find no difficulty in enjoin-
ing these employees and the respondent
‘claiming under them from asserting, un-

der the patent laws, rights which would

defeat the very object of their employ-

ment. The capacity of equitable doctrine =

for growth and of courts of equity to .
mould it to new situations, was not ex- .

hausted with the establishment of the "=

employer’s shopright. See:Esgex Trust
Co. v. Enwright, 214 Mass. 507; Mein-
hard v, Salmom, 249 N. Y. 458. .
. If, in the application of familiar prin- :

‘ciples to the situation presented hers, . -
we must advance somewhat beyond the

decided tases, I see nothing revolutionary
in the step. We need not be deterred
by fear of the necessity, inescapable in
the development of the law, of setting

limits to the doctrine we apply, as the .

‘need arises, That prospect does not re- - -
quire us to shut our eyes to the obvious

-consequences of the decree which has been ™
. rendered here. ’
to. ecornmon notions of justice and te - -
policy as well, and the case must turn ' -

The result is repugnant

upon these considerations if we abandon
‘the illusion that equity is ealled upon
merely to enforce a contract, albeit, one
that is “implied.” The case would be
more dramatic if the inventions pro-
dueed at public expense were ‘important.
to the preservation of human life, or the

‘public: health, or the agricultural re- -

"sources -of the ecountry. The principle

is the same here, though the inventions - _'

are of importance only in the further-
ance of human happiness. . In enlisting
their scientific talent and curiosity in the

performance of ‘the public serviee in~ -

which the Burean was engaged, Dun-
more and Lowell necessarily renounced

the prospect of deriving from their work =+~

commercial rewards incompatible with

it Hence, there is nothing oppressive -

)t has been sald that many seientists in the

employ of the Government regard the acceptance .

of patent rights leading to commercial rewards
‘in any ecase as an abasement of their work.
Heerings on Expleitation of Inventions by Govw-
ernment Employees, Senate Committee -on Pa-
ents, 65th Cong., 8d Sess, (1918). pp. 16, 17 gee -
also the Hearings before the same Committee,
January 28, 1820, 66th Cong.. 2d Sess. (1920},
p. 4
portance to the fact, seemingly irrelevant, that
other employees of the Burean have in some ip-
stances in the past taken out patents on their
jnventions which, gc far as appears, the Govern-
ment hos not prevented them from enjoying. The
circumstances under which those inventions were
mede do not appear. But even if they were the
same as those in the present case there iz mno
basis for contending that because the Govern-

ment saw fit not to assert its rights in other cuses =~

The opinion of the Court attributes jm- "
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ér unconscionable in ,féquiring them or ' sior :
<who conceivés an invention in the courge
_of his employment should be protecteq

their licensee to surrender their patents
‘at the instance of the United States, as

“there probably would be if the inventions
- had not been made within the scope of

‘their employment or if the employment

- did not contemplate invention at all.

The issue raised here is unaffected by

. legislation. Undoubtedly the power fests

with Congress to enact a rule of decision

. for determining the ownership and con-
. ‘trol of patents on inventions made by

s government employees in the course of
their employment. But I find no basis’
. for saying that Congress has done .so0

or that it has manifested any affirmative

o Egllicy for the disposition of cases of this
‘kind, which is at variance with the con-

giderations which are controlling here.

The Act of June 25, 1910, 36 Stat. 861,

as amended July 1, 1918, 40 Stat. 704,

' 705, permitted patentees to sue the gov-

ernment in the Court of Claims for the
pnauthorized use of their patents. : It

was in effect an eminent domain-statute
. by ‘whichk just compensation was secured

to the patentee, whose patent had .been
used by the government. See Richmond
Screw Anchor Co. v. United States, 275

“U. 8. 831. This statute excluded gov-
" ernment employees from the benefits of

the Act in order, as the House Commit-
tee Report explicitly points-out, to leave
unaffected the shoprights of the govern-

- ment, See H. R. Report No. 1288, 61st.

Cong., 2d Sess. A statute thus -aimed
&t protecting in every case the minimum
rights of the government can hardly be

-taken to deny other and greater rights

growing out of the special equity of

- cases like the present. . .
. The Act of April 30, 1928, 45 Stat. -
. 487, 468, amending an earlier statute of

1883 (22 Stat. 623), so as to permit a

- < patent to be issued to 2 government em-

ployee without payment of fees, for any

" anvention which the head of a depart- .
“ment or independent bureau -certifies “is
. used or liable to be used in the public

serviee,"” and which the application speci-

- “fies may, if patented, “be manufactured

and used by or for the Government for
governmental purpeses without the pay-

- mentof * * * any royalty,” was passed, -

j* is true, with the general purpose of

 encouraging government emplovees to
" take out patents on their inventions. But
this purpose was not, as the opinion of -
the Court suggests, born of 'a Congres-

it has lost them fn this. Moreeover, there iz mo’
‘necessary inconsistency in the Government's po-

sitlon if it concluded in those cases that the pub-
lie .interest would be served best by permitting
the employees to exploit toeir inventions them-

- gelves, and adopted & mnmr:.'_conelmion here. -

sionai jntent tha.t a goiremmént eigployee

in his right to exclude all others but the
government from using it. Congress wag
concerned - neither with enlarging ner

- with narrowing the relative rights of the
- government and its employees.® . This ig

apparent from the language of the sta-
tute that the pateént shall be issued with-
out a fee “subject fo existing law,” a5

~well as from the records of its legislative

higtory.® SR
The purpose of Congress in facilitating

“the patenting of inventions by govern-.
“ment employees ‘was to protect the exist-
‘ing right of the government to use all
. devices invented in the service, whether

or not the patentee was employed to use
his inventive powers. Fxperience had -
shown that this shopright was jeopard-

~ized unless the employee applied for a
. patent, since without the disclosure in-

cident to the application the government
was frequently hampered in its defense
of claims by orders asserting priority of
invention. But doubt which had arisen
whether an application for a patent un-
der the Act of 1883 did not operate to
dedicate the patent to the public,® and
reluctance to ‘pay the fees otherwise re-
quired, had led government employees to
neglect to make applications, even when
they were entitled to the benefits of the
monopoly subject only to the govern-
ment’s right of use. This doubt the
amendment removed.. It can hardly be
contended that in removing it in order
to aid the government in the protection

~of its shopright, Congress declared a

policy that it sheuld have no greater right

~to control 2 patent procured either un-

der this special statute or under the
general patent laws by fraud or any
other type of inequitable econduct. Had

“'such a policy been declared, it is difficult

to see on what basis we could award the

® Throughont' the various speculations in com-
mittee ag to_what those rights were, it was gen-

-erally agreed that:théy were intended to remsain

unchanged by the bill. See Hearings before the

"House Committee on Patents, 68th Cobg.. 2d Sess.,

on H. R. 3207 and 11408. (1925) ; Hearings before

. the same- Committee, 70th Cong.. 1st Sess. (1928),
.especially &t pp. 818, The diseussion on the

fioor of the House, referred to in the opinion of

[ the Court (see note 19) does not indicate the
. contrary. : . :

T In addition to the hearings clted supra, note

10, 'see_H. R. Repcrt No. 1586, 68th Cong. 2nd

Sess.: H. R. Report No. 871, Senate Report No. -
765, T0th Cong., 1st'Sess. The bill was originally

-8 companion proposal to the Federal Trade Com- .

mission bill discuessed ¢afra, note 18.  See the
references given there. ’
13 See Selden Co, v. National! Aniline & Chemi-
eal Co., 48 F, (2d) 270, 272; Squier v, American
Telephone & Telegraph Co., 7 F. (2d) 881, 882,

afirming 21 F. (2d) 747,
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] government a remedy, as it seems to be
‘agreed we would, if Dunmore and Lowell
had been specifically employed to make
the inventions. There is nothing to in-
.dicate that Congress adopted one policy
for such a case and a contrary one for

g : _ . )
Other legislation ‘proposed but not en-
acted,” requires but a word, Even had
Congress expressly rejected a bill pur-
porting to enact into Jaw the rule of de-
cision which 1 think applicable here, its
failure to act could not be accorded-the
- foree of law, But no such legislation has
‘been proposed ioi Congress, and that
which was suggested may have been and
_ probably was defeated for reasons un-
connected with the issue presented in this.
case. The legislative record does show,.
a5 the opinion of the Court states, that
it is & difficult question which has been
the subject of consideration at least since
the war, whether the public interest is

3 The bill referred’to in the opinion of the
. Court was one sponsored by the executive de-
partments to endow the Federal Trade Commis
_gion with -the power to accept assignments of
petents from Government employees and ad-
minister them in the public interest. "It passed
the Senate on one occasion and the House on
another but failed to become & law. (S, 5285,
-65th Cong.. ad Sess., 5. 8228, 66th Cong,, 1st
Sess., H, R. §032, 6sth Cong., 1st Sess., H. R
11084, 66th Cong., 8d Sess.). In the course of
hearings &nd debates many points of view were
expressed. See Hearihgs on Exploitation of In-
ventions by Government Empioyees, Senate Com-
mittee on Patents, 65th Cong.. 8d Sess. (1918);
Hearing before the same Committee, géth Cong.,
2d Sess. {(1920): Senate Report No. 405, H. R.
Report No. 595, 66th Cong., 2d Sess, recomimend-
ing passage. See 50 Cong. Rec. 2800, 2421,
3480, 3908, 4682, 4771, 885D, B30, 8483, B400; 60
ibid. 858; Conference Report, H. R. No. 1284,
Sen. .Doc. No. §7¢, 86th Cong., 8d Sess. And see
¢ Cong. Rec., 2890, B22%, 3264-3288, 3587. Dif-
‘ferences were stressed in-the pnrposes and needs
of different agencies of the Government. See
especially Hearings (1919), supre, pp. 22, 24-5,
The need of commercial incentives to private ex-
ploiters, ss well a8 the general -desirability of
such exploitation were admitted, but the dangers -
were recopnized as well. 1t was thought that
the public interest would best be served by the
establishment of -& single agency for Government

control, with the power to determine upen some -

compensation for the inventor. -
After the death of this bill in the Senete,.

best servéd by -the dedieation of an in--
‘vention to the public ¢r by its ex loita-
‘fion with patent protection under license .
~from ‘the government or the inventor. -

But the difficulty of resolving the ques-
tion does not justify a decree which does

".answer it in favor of permitting govern-
-ment employees such as these to- exploit -

their inventions without ' restriction,

_rather than one which would require the

cancellation of their patents or their as-

" signment to the United States.

The decrees should be reversed. - -

Mr. Justice Carpozo concurs in  this -

.opinion. :

. "Mr. Chief Justice HUGHES (diésénf.—.'."f
ing).—I agree with Mr. Justice STONE'S

analysis of the facts showing the nature
of the employment of Dunmore and
Lowell, and with his conclusions as- to

the legal effect of that employment, As

the people of the United States should

have the unrestricted benefit of the in- ..
wventions in such a ecase, I think that the "
appropriate remedy would be to cancel -
the patents, B S

Februsry %21, 1921, tbe subject was again con-
sidered by an Interdepartmental Board estab-
lished by executive order of President Harding,
August 9, 1022, lts report was transmitted to
Congress by President Coolidge, in December,
1928, Sen. Doc. No, 82, 65th Cong., 1st Sess.

The Board found that there had never been nny.-

genersl governmental poliey established with re-
spect to inventions, that whether public dedica-
- tion, private exploiiation or governmental con-
trol and administraclon is desirable, depends

- largely on the mature of the invention.. Accord-
ingly, legislation was recommonded establishing

a permanent Interdepurtmentc! Patents Board
with the power to demand assignments of patents
on those inventions thereafter developed in the

service which "“in the interest of the national de-.

fense, or otherwise in the public interest” should
be controlled by the Government. No sction was
..taken upon this proposal.

Sinee that time the Director of.the Buresiu of

Standards has recommended that & “uniform,
equitable policy of procedure” be defined for the

Government by legislation, (Annual Report for .

1925, p. 40.) In the Report for 1931 it is said
(p. 40} that the “patent policy of this Bureau
has always been that patentable devices developed
by employees paid out of public fonds belong to
the public,” and the Report for 1832 pdds (D,
40} 4if not so dedicated direetly, the vested
rights sghould be heid by the Goveroment.”






