Chapter VIII
Unity of Invention...
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Lack of unity of invention before ISA
(Rule 40)

1. The unity of invention criteria are set in Rule 13 and Annex B to -
the Administrative Instructions (see also Section 206 of the .
lnstructlons) ,

2. Where there are several inventions, the first claimed lhveﬁt|on
(*main invention”) is always searched; further inventions are
searched only if additional’ search fees are paid.

3. The ISA will invite the applicant to pay. additional search fees.
(ISAJEP will send the resdults of a partial search on the main
" invention together with the invitation)

4. The applicant may pay any orall additional fees under protest,

5. Failure to pay additional fees does not affect the application;
however, the additional inventions will not be searched and,
subsequently, the claims relating to unsearched inventions need
not be examined by the IPEA. -

2-38
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World Intellectual Property Organization

Protest procedure (Rule 40.2)

1. If the applicant pays any or all additional fees under protest, the ISA |
carries out the search on the additional inventions and, in parallel
reviews the invitation to pay additional fees

2. If, upon review, the ISA concludes that the mvitetion was not
justified, the additional search fees will be refunded

3. If, upon review, the ISA concludes that the invitation was justifi ed
~ ISA/US — the protest is denied. '

— ISA/EP — the appllcant will be invited to pay a protest fee for
 the examination of the protest - C
— additional search fees will be refunded to the extent
the protest is found justified .
— the protest fee wiil be refunded only if the protest is
found entirely justified :

4, The apphcant may request that the text of the protest and decision
thereon be notified to the designated Offices. -(Attention: the
designated Offices may require that the appllcant furmsh a
transiatlon thereof.)

15.01.98 m World ]nte[lecrual Property Organizarian '
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Lack of unity of _in-ventiori before IPEA
(R__ule'68-) - |

1. Unity of invention based on same cntena as for international search
{Rules 13 and 68)

2. IPEA may aiso hold lack of umty of invention under Rule 68 and send
an invitation to restrict or pay additional examination fees _

3. Appllcant can select mventlon fo be examined as “main :nventaon“
‘and those inventions for which additional fees are pald Lo

4. Payment of additional fees may be made under protest

5. Applicant may be required to pay a protest fee after a prior review 5

6. Decision on protest made in same manner as for international search

23
11,01.96

o World Intellectual Property Organization

Relevant provisions of the US law
concerning unity of invention under the PCT

Generally 37 CFR 1.475 (Unity of invention before the ISA, the IPEA, and
during the national stage)

Caterpillar Tractor Co. v. Commissioner of Patents and Trademarks,
231 USPQ 590 (E. D. Va. 1986) .

ISAIUS 37 CFR 1.476 (Determination of unity of mirentlon)
S 37 CFR 1.477 (Protest to }ack of unity of mventlon)
MPEP Section 1850 _

IPEA/US 37 CFR 1.488 (Determination of umty of invention)
' 37 CFR 1.489 (Protest to lack of unity of invention)
MPEP Section 1875

DO/EO/US 35 USC 372(b)(2) *
37 CFR1.499 |
MPEP Section 1893.03(d)

*'“%_the Commissioner may cause the question of unity of invention to be re-examined under

SN
Lo : Section 121 of this title™, within the scope of the requirements of the Treaty and the Regu!atmns

= od:'nate: {Divisional applications) :
15.01.98 World Intellectual Property Organization m




“VIILT
" Unity of Invention before the IPEA

—~ | (Article 34(3)(a) and Rule 68)
= (continued)

from previous flow chart
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N . Pnnmpla forthe. mterpmtauon of the method conta:ned in Rule 13.2, in the comext of each of
. "~ those situations are set out below. It is understood that the principles set out beiow are, inall lmlances,
: mterpretauons of and not exceptlous to the rcquu'ements of Rule 13. Z

Examples to assist in undemtandmg the mterpretat:on on tbe tlm.-.e areas of spec:al concem
referred to in the preceding paragraph are set out below. :

-(¢) Combinations ot‘Dlﬂ’erent Categories of Clalms. The method for delermmmg umly of
-invention under Rule 13 shail be construed as permitting, in particular, the inclusionof any one of the
followmg combmal:ons of cla:ms of dlffen:nt categonﬁ in the same international application: .

(i) in addmon toan mdependent claim fora given producl anindependent clalm fora
- processspeciallyadapted forthe manufacture ofthe said product, and anlndependeut
claim for a use of the said product, or

@)  in addltipn‘to.a'n l_ndqpeﬁd;ﬁl‘claixn fora glven pmc_:_as:s, an liidepe_ndent claim foran
apparatus or means specifically designed for camrying out the said process, or- -

(iii) in addition to an independent claim fora given product, an independent claim fora
process specially adapted for the manufacture of the said productand an independent
claim for an apparatus or means specnﬁcally dwgned for camrying out the said
process, :

it bélng understood that a proc&s is specially adapted for the ma'nufnctum df a pro'duct if il ln.h_eltmly

results in the product and that an apparatus or means is specifically designed for carrying out a process
.ifthe contributionoverthe priorartof the apparatus ormeans componds tothe contribution the process
makes over the prior art.

I -, Thus, a process shall be considered to be speciaily adapted for the manufacture of a product if
L * the claimed process inherently resuits in the claimed product with the technical relationship being
present between the claimed product and claimed process. The words “specially adapted” are not

" intended to imply that the product could not also be manufactured by a dxfl'erent process,

: -Alsoan apparatus or means shall be considered to be “spec:f'cally dwgued for carrying out” a
claimed process if the contribution over the prior art of the apparatus or means corresponds to the
contribution the process makes over the prior art. Consequently, it would not be sufficient that the
apparatus of means is merely capable of being used in carrying out the claimed process. However, the
expmsnon “specificaily designed” does not imply that the apparatus or means.could not be used for
carrying out another process, nor that thc pmcess could not be c.arned outusing an aiternative appamllm
or means.

(f) “Markush Practlce." The situation involving the so-calied “Markush practme" wherein
a smgle claim defines alteraiives (chen:ucal or non-chemical) is also governed by Rule 13.2. In this
special situation, the requirement of a technical interrelationship and the same or comresponding sPec:aI
technical features as defined in Rule 13.2, shail be considered to be met when the: alternauves are of a
sumlar nature. L . _ . Lo T

@ When the Marlmsh groupmg is for allernatwes of che:mcal compounds they shall be
regarded as being of 2 similar nature where the following critéria are fulfilled: -

(A)  all alternatives have a common pl:'operty or activ‘lty. alld TR

(BX1} a common structure is pmsem, i.e,a s:gtuf' cant structuml elcment is shared by
all of the altematwes, or _

(BX2)  incaseswhere the commonslrucmre cafinot bethe: unifying cntena allalternatwﬁ
) belong to a recognized class of chemical compounds in the art to which the invention pertains.
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(vii) If the intermediate and final pmducts are families of compounds each mtermed:ate
compound shall corfespond to a compound claimed inthe fa:mlyof the finai products. However, some
of the fina] products may have no corresponding compound in the farmly of the intermediate products
50 thal the iwo families need not be absolutely congruent.

(h) As longds umty of invention can be recogmzed applymg the above :nterpmtanons the, fact

that, besides the ability to be used to produce final products, the intermediates also exhlb:t other possnble

- effects or activities shall not affect the decision on unity of invention.

(i) Rule 13.3 requires that the determination of the existence of unity of invention be made

without regard to whether the inventions are claimedi inseparate claims oras altematives within asingle
claim. :

(i) Rule 13.3isnot mtended to constitute an encoumgcment to the use of alternatives within
a single claim, but is intended to clarify that the criterion for the determination of unity of invention

- (namely, the method eontamed in Ru;_e 13. 2) ren_m_ns the same regardless of the form of c]am_x used.

() Rule 13.3does not prevent an International Searching or Preliminary ExalmmngAulhonty
or an Office from objecting to alternatives being contained within a singie claim on the basis of
considerations such as clarity, the cuncxseness of clamm or the claims fee sysiem applicable in that
Authority or Office. :

" tAnnex' B, PartZ. follows]
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,/-\\ Example4 : | o
S CIaunl Use ofa farmly of compoundsXas msecucldes
Claim2: Compound X, belongingto family X.

Provided Xl has the insecticidal activity and the spemal technical feature in.claim l is the
) 1nsect1c1dal use, umty:spment R . g

Example §

Cla:rn 1: A process for treatmg textiles cnmpnsmg spraymg the material with a pamcular
coating composmon under special conditions (e. g asto temperature, rnadratron)

- Claim 2: A textile ma_ter_ul t:o;a_ted a_ccprdmg to the process of claim 1.

Claim'3: Aspr'ayrri;grnhch:ne foruseinthe process ofclaim 1and characterized bya new nozzle
arrangement providing a bener drsmbutnon of the cnrnposrtlon bemg sprayed.

~ The process accordmg to clau'n 1 |mpans unexpected propemes to the product of clarm 2.

' The special tecbmcal feature in claim 1.is the use of spectal process conditions corrmpondmg to
what is made necessary by the choice of the pamcular coatmg Umty exxsts between claims 1
and2 . :

The spraying tnachme in claim 3 does not correspond 1o the above 1denu ﬁed spec:al tech.mcal
feature. Unity does not exist between claim 3 and claims 1 and 2.
Example 6

Claim 1: A fuel bumner w:th tangential fuel inlets into a rmxmg chamber -

Claim2: A process for making a fuel burner mcludmg the step of formmg tangentral fuel :niets
: into a mixing chamber. _

Claim 3: A process for mak.mg a fuel burner mcludmg casting step A

Claim 4: An appamms for catrying out a process for making a fuel burner :ncludmg feature X
resulting in the formation of tangenual fuel inlets.

Claim 5: Anapparatus t'or carrying outa process formakmg a fuel bumermcludmg a pmtectwe
housing B. N

Claim 6: A processof manufactunngcarbon blackincludingthe stepof tangentrally mtroducrng
* fuel into a mixing chamber of a fuel burner

' Unity exists between clalms 1, 2. 4 and 6 'l"he specral techmca! feature commncn to all the claims
is the tangential fuel inlets. Claims 3and 5lackunity withclaims 1,2, 4and 6since claims 3and §
do not include the same or corresponding special technical feature as set forth in clarms l, %4

..and 6. Claims 3 and 5 would also lack umty with one another
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Example 10
Clatm 1: Conveyor belt w:th feature A.
-Claxm 2 Conveyur belt wnh feature B
Claun 3: Conveyor belt wrth features A+B.
l-'eature A isa specral technical feature and feature Bisanother unrelated spec:al:ech:ucal feature
- Unity e_xtsts between claims 1 and 3 or betwe_ett elatrns _2_ar1§_ 3 bttt_:ttpt_ between claims [ and 2.
Example 11
Clatm 1: Control cm‘:mt A t'or a d c. motor.
Claim 2: Control circuit B for a d.c. motor.
. Claim 3: An apparatus iﬁcluding a d.c. motor with control circuit A.
Claim 4: An appanatus including a d.c. motor with control circuit B, a
" Control circuit A is a special technical feature and contzol circuit B is anothier unvelated special
~ technical feature, Unity emsts betweenclaims 1and 3orbetweenclaims 2and 4, butnot between
claims 1 and 2 or 3 and 4,
Example 12
Claim 1: A display with _fe_'amm A+B.
Chiim 2: A display according to claim 1 with additional feature C.
Claim 3: A display with features A + B with additional feature D. |

_ Umty exists between clauns 1 2 and 3. The specnal techmcai feature common to all the clatms
is features A+B.

Exampie 13
Claim 1: Filament A for a lamp.
Claim 2: Lamp B having filament A.
Claim 3: Searchhght provided wuth lamp B havmg ﬁ]ament A and a swivel armngement C

Umty exists between clatms 1, Zand 3 The spectal techmee! feature commot: to ail the chtms
is the filament A, - _ : , : .
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11l. MARKUSH PRACTICE

Example 18—common stmctuﬁ:ﬁ_

Claim 1: A compound of the fﬁnnula:

R = _ r*
. N~—~~R?
R
wherein R! is selected from the up consisting of phenyl, pyridyl, th.lazolyl tmzu;yl

alkyithio, alkoxy and methyl; R°-R”™ are methyl, benzyl or phenyl. The compounds are useful '
as pharmaceuticals for the purpose of enhancing 1he capacity of the blood to absorb oxygen,

In this case the indolyl moiety is the significant structural efement which is shared by all of the |
alternatives. Since all the claimed. compnunds are alleged 1o possm the same unhty, unity is

. -present.

Exnn;lélé 19~~common structuire:

Claimi 1: A compound of the formuia:

SCH3 /—\

Rl-u-\c CE = Z
ANve

wherein R, is selected [rom the group consisting of phenyl pyndyl ttuazolyl !nazmyl
alkylthio, a}koxy and methyl; Z is selected from the group consisting of oxygen (O), sulfur(S),
lmno(NH)andmelhylene( -CHy-). 'I'hecompoundsarealleged tobeusefulasphanmccuuals
for relieving lower back pain.

In this particular case the iminothioether group -N-.C-SCH3 linked to a six atom ring is the
significant structural element whichis shared hy aill the aiternatives. Thus, since all the claimed
compounds are aileged to possess the same use, unity wouid be present. A six membered
heterocyclic ring would not have been of sufficient similarity to allow a Markush gmupmg
exhibiting unity, absent some leachmg of equivalence in the pnor art.

Exampie 20—common structure

Claim1: A compound of the formula:
. 1

wherein R! is methyl or pheayl, X and Z are selected from oxygen (O) and sulfur“'('S)-. .

. The compounds are useful as pharmaceuticals and contain the 1,3-thiazolyl substituent which
- provides greater penetrability of mammaliian tissue which fact makes the cornpounds useful as
- relievers for headaches and as topical anti-inflammatory agents. ‘

All compounds share a common chemical structure, the thiazole ring and the six atom
heterocyclic compound bound to an imino group, which occupy a large portion of their structure,

_A six membered beterocyclic ring wouid not have been of sufficient similarity to allow 2

Markush grouping exhibiting unity, _abs.em'SOmc teaching of equivalence in the priorar.
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f/\ Example 23—No commen structure;

Clalm l A herblcadal composition consisting essentially of an effective amount of the mixture
of A 2,4-D(2,4-dichlorophenoxy acetic acid) and B a second herbicide selected from
the group consisting of copperstilfate, sodiumchiorate, ammonium suifamate, sodium
trichioroacetate, dichloropropionicacid, 3-amino-2,5-dichlorobenzoicacid, diphenamid
(an amide), joxynil (mtnle), dinoseb (phenol), trifluralin (dmnroamhne). EPTC
(thiocarbamate) and simazine (tnazme) along with an inert cartier or diluent. -

The different components under B must be members of a recognized class of compounds
Consequently in the present case a unity objecnon would be raised because the members of B

~ are not recognized as a class of compounds, but in fact, represent a plurality of classes wluch
‘may be identified as follows

a) innrgani_c-snlts:-
copper sulfate
sodium chlorate
ammonjum sulfamate

b) organicsalts and cafbuxylib acids:
sodium trichloroacetate
dichloropropionic acid
3-amino-2,5-dichlorobernizoic acxd

- ©  amides:
r’_\\_ ‘ . ‘diphenamid '

d) nitries;

ioxynil
¢ - phenols;
&fnoseb
f) amines:
triluralin
9 heterocyclic:

simazine

Exampie 24 |
Claim 1: Catalyst for vapo'r.phase oxidation of hydrocarbons, which consists of (X} or (X + al)..
Inthis example(X) oxidizes RCHBihlo RCH4OHand (X +a)oxidizes RCH furtherinto RCOOH.
Both catalysts share a common component and a common acti\;ity as oxidation catalyst for

RCH. With (X+a) the oxidation is more complete and goes until the carboxylic acid is formed'
but lhe aclivity still remains the same.

()

A Markush grouping is acceptable.
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Example 26
Claim 1: . .
Claim 2 S N N—L—cx,
e : :( (M
- I

3

4

(I} is described as an intermediate to make (I). The closure mechanism is one well known in
the art. Though the basic structures of compound (I} (final produc!) and compound (I}
(intermediate) differ cons:dcrably, compound (II) is an open ring precursor to compound (I)
Both compounds share 3 common essential structural element which is the linkage comprising
the rwo phenyi rings and the triazole ring. The chem:ml structures of the two compounds are
thorefore oons:den:d to be techmcally close!y mterrelaled

The' example therefon: sausﬁes the requm:ment for umty of invention.

Example 27
Claim 1: Amorphous polymer A (intermediate).
Claim 2: Crystalline polymer A (final produo‘t')__. .
Inthis exampiea film of thé amorphous polyrﬁerA is stretched to make itcrystalline. Here unity
exists because there is anintermediate final product refation in thatamorphous polymer A is used
as a.starting product to prepare crystailine polymer A.
For purposes of further ﬂlustrauoﬁ,:a's-s-o'loe that the poiymerA in this exa.mpie. is polyisoprene.

Here the intermediate, amorphous polylsopmne and the t‘ nai product, crystallme polylsopn:ne
bave the same chemical stricture. - ..
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' E'xampie 28
Claim {: Polymetic compound useful as fiber malenal ldentlﬁed by the followmg general
formuia;
[repeating unit (X)]

v

(————— -1
‘H OCE,CH.,CC —_—C

H OH @
OCK 2 CH 00— c —OCH, CH,
i _ 0 LR <M
[ R B
Claim 2: Compound identified by the following gcneml formula:
(useful as mtermed:ate for polymeric compound )
r—--—-------------- -
h-——*OCh CH,0C ~C—QCH,CE, oK
‘ 2772 0 2 _
i o CH (I
L ___________________ - 'n—l .

(primary condensalion product) .
The two mvennons arein an mtermed:ate and final pruduct relauonshxp
-Substance (I'I) isa raw matenal for substance M. .
Meanwhﬂe, both compounds share an essential structural element (repeatmg unit (X)) andare
technically closely mterrelated The mtermedxale and ﬁnal pmducts therefore satisfy the
requirements forunity. - - -
Example 29
Claim 1: Novel compound baving structure A (Iniefmediate). '

Claim 2: Product prepared by reacting A with 3 substance X (Final Product).

Exampie30:

Clau:n 1 Reacnon pmduct of A and B (Inten'nedlate)

Claun 2 Product prepared by reacting the reacnon product of Aand B w:thsubsrances Xand Y
(Final Product).

Inexamples 29 and 30 the chemical structure(s) of the intermediate and/or the final product is
not known. In (29) the structure of the product of claim 2 (the final product) is not known. In
(30) the structures of the products of claim 1 (the intermediate) and claim 2 (the final product)
are unknown. Unity exists if there is evidence which would lead one to conclude that the

~ characteristic of the final product which is the inventive feature in the case is due 1o the
intermediate. For example, the purpose for using the intermediates in (29) or (30) is to modify
certain properties of the final product. The evidence may be in the form of test data in the
specification showing the effect of the intermediate on the final product. If no such evidence
exists then there is no unity on the basis of an intermediate-final product relationship.
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Iv. IN'I’ERMED_IATE!FH\IAL.PRODUCI'S
Exnmpie 25 : |

Clalm l

Claim 2:

] o

0 ——p
N
Y

‘ (ihténne&ia te)

(fOnal pm.duct)_

The chemical structures ofthe intermediate and final productare lechmally closely interrelated.
The essential structural element incorporated into the final pruduct is:

T THE T Rl
N
N /\33
N
|
o_

- Therefore, unity exists between claims 1 and 2.
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' Exﬁmple Zl—fommoh structure:

(o] .
L ). £ L
C OCHZCHzoiT{—:—{-C- \.OCHZCHZO mJ H

2002 n+m =100 : - k ' ' _
@ w Oee

All of the above copolymers have in common a thermal degradation resistance property, due to
the reduced number of free COOH radicals by esterification with X of the end COOH radicals
which cause thermal degradation. The chemical structures of the alternatives are considered to
be technically ciosely interrelated to one another. A grouping in one claim s therefore allowed.

Example 22—common structure:

X-—f-g -é-:@%dﬂd’io.*:a B

(polyhenme'myiéneieﬁphmhu)' |
10024250 . , S
il _

The compound obtained by esterifying the end COOH radical of known
polybexamethyleneterephthalate with (H 7 CH50- hasathemmldegndanonreslslamproperty,
due to the reduced numberof free COOH dmlswhlchcausetbemmldegmdanon Incontrast,
the compound obtained: by eslerrfymg the .end COOH radical of known
polyhexa me!hyleneterephthalale witha vmy! compound containing a CH,= CH-@-CHZO-
moiety serves as a aw material fora semr resinwhen mixed wnh unsaturated monomer and

cumd (addition rcactlon)

All esters covered by the claim do not bave a property or activity in common. Forexample, the
. product obtained through esterification w th the “CH4 = CH" vinyl compound does not have a
thermal degradation resistant property. The gmupmg in a single application is not allowed.
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Example 14 ' _ R ATy
Claim 1: A markingdevice formarking animals, compnsmg adisc-shaped element witha stem
extending normally therefrom, the tip of which is designed to be driven through the

skin of the animal-to be marked, and a securing disk element to be t‘astened to the
protruding tip. of the stem on the other side of skin.

Claim 2: A.napparams forapplying the mark.mgdevme of ciaim 1 comtructed asapneumatically
: . actuated gun for driving the stem of the disc-shaped element through the skin, and
provided with a supporting surface adapted for taking up a securing disc element, to
be placed at the other side of the body portion in question of the animal to be marked
- The special techmoal feature in claim 1 is the marking device baving a d:sc-shaped ¢lement with
astemand a securing disc element to be fastened to the tip of the stem. The corresponding special
technical feature in claim 2 is the pueumanoal]y actuated gun for driving the marking device and
having a supporting surface for the securing disc element. Umty exists between claims 1 and 2.
Example 15 o _
Claim 1: Compound A.
Claim 2: An insecticide composition comprising compound A and'a cafrier.
Unity exists between claims 1'and 2. The special technical feamrc common to aIl the claims is
compound A
Exampie 16 | ' o T

Claim 1: An insecticide composntlon compnsmg compound A (oons:slmg of al. az ..y and 2
carrier. _ .

Claim 2: Compound .
All compounds A are not clanned in the product claim 2 for reasoas of lack of noveity of some
ofthem forinstance. There is nevertheless still unity between the subject matterof claims 1and 2
prowdeda hastheuseamdalacnwtywhxchlsa!so thespecial technical feature forcompound A
in claim 1.

Example 17
Claim 1: ProteinX
.Ciaun 2: DNA sequence enoodmg protem X. _
Express:on of the DNA sequence in a host resulls in the pmduct:on of a protein which is

_determined by the DNA sequence. The protein and the DNA sequence exlublt con'espondmg
special lechmcal features. Umty betweeu claims 1 and 2is accepied. | '
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" Exsmple? T _

Claim 1: A high corrosion resistant and high strength ferritic stainless steel strip consisting
essentially of, in percent by weight: Ni=2.0-5.0; Cr=15-19; Mo=1-2; and the balance
Fe having a thickness of between 0.5 and 2. 0 mmanda0. 2% yleld strength in excess
of 50 kg/mm squared : .

~Claim 2: A method of producmg a high corrosion resistant and high strength fernt:c sta:nless
steel strip consisting essentially of, in percenit by weight: Ni=2.0-5.0; Cr-15-19'
Mo=1-2; and the balance Fe, comprising the steps.of:

hot rolling to a thickness between 2.0 and 5.0 mm;

- -annealing the hiot rolled strip- at 800-1000 degrees C under substannally non-
oxidizing conditions;-

cold rolling the stripto a thickness of between 0. SIand 2.0'min; and ﬁn'ai'annealmg
the cold rolled stnp at betWeen 1120 and 1200 degrew C for a period of 2-5
mmutas.

Umly exisis between pmduct claim 1and process claim 2. The specml technical feature in the

-product claim is the 0.2% yield strength in excess of 50 kg/mm squared. The process steps in
claim 2 inherently produce a ferritic stainless steel strip with a 0.2% yield strength in excess of
50 kg/mm squared. Even if this feature is not apparent from the wording of claim 2, it is clearly
disclosed inthe description. Therefore said process steps are the special technical feature which
correspond to the limitation in the product claim directed to the same ferritic stainless steel with
the. cla:med stmngth charactenstus

II. CLAIMS IN THE SAME CATEGORY

Example 8

CIalm 1: Plug charactenzed by feature A.
Cla:m 2 Socket chanctcnz.ed by correspondmg feature A,

Feature Aisa special technical feature whichis included in both clalms land 2and lheret'on: unity
is present.

Examp!e 9
Clmm 1: Transmitter provided wilh time aiis"cxpander for video signals
- Claim 2: - Receiver provnded wnh tune axis compressor for vxdeo s:gnals reoewed

Claim 3: Transmissionequipment forv:deos:gnals comprising a tmnsuutterprovudedw:th time

. -axis expander forvideo slgnals anda tecenver provnded wlth time axxs compressor for
.- video signals m:ewed

The specxal technical featurts are mcla'im l-lhe timé axis expander, and in claim 2 the time axis
compressor, which are comresponding technical features. Uity exists between claims 1 and 2.
Claim 3 includes bath special technical features and has unity with claims 1 and 2. The
requirement for unity would still be met in the absence of the combination dlaim (claim 3).
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_ANN-EX: B _ ;
. PART2 _
EXAMPLES CONCERNING UNITY OF INV EN’I’ION A
The apphcanon of the pnnmplcs of umly of i mvemmn is illustrated by the fol!owmg exampla
for guldancc in parnticular cases.
I..  CLAIMSIN DIFFERENT CATEGORIES
Example 1
| -Clalm 1: A method of manufacmnng chemical substance X.
Chim2: Subsance X, © |
Claim 3: The use of substance X 2s an insecticide:
Un:ty exists bctween claims 1, 2and 3. The special technical feature common to all the claims
" is substance: X
Exampie 2
Claim 1: A process of manufacture comprising steps A and B.
Claim 2: Apparatus specifically designed for carrying out step A..
Claim 3: Apparatus specificaily designed for carrying out step B.
Unity exists between claims 1 and 2 or between claims 1 and 3. There is no unity between -
claims 2 and 3 since there.exists no common special technical feature between the two claims.
Exampie 3
Claim 1: A process for painting an article in which the paint contains a new rust inhibiting.
substance X' inciuding the steps of atomizing the paint using compressed air,
electrostatically charging the atomized paint usmg a novel electrode arrangement A
and directing the paint to the article.
Claim 2: A paint containing substance X,
Claim 3: An apparatus including electrode amngemem A
Unity exists between claims 1 and 2 where the common special lechmcal feature is the paint
containing substance X or between claims 1 and 3 where the common special technical feature

is the electrode arrangement A.

However, unity is lacking between claims 2and 3 smce there exists no common special technical
feature between them,
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(iiy In pamgrzph (EXi)(B)1). above, the words “sxgml'imm structural element is shared by oy
ail of the alternatives” refer to cases where the compounds share 2 common chemical structure which' e/
occupies a large portion of their structures, or in case the compounds have in common only a ‘smail
pomon of their structures, the commoniy shared structure constitutes a strucrumlly distinctive portion
in view of existing prior art. The structural element may be 2 smg!e component ora combmauon of
individual components lmked logelher ' . R

(iii)  Inparagraph (f)(i)(BX2), above, the words “recognized class of chemical compounds™
mean that there is an expectation from the knowledge in the art that members of the class will behave
in the same way in the context of the claimed invention. In other words, each member could be
substituted one for the other, with the expectation. lhal the same mtended resuit would be achieved.

(iv). The fact that the ahematwes of a Markush groupmg can be dlfferemly classnﬁed shall
- not, taken alone, be considered to be jusnﬁcauon fora ﬁndmg of a lack of unity of i mvenlmn

(v) When dealmg with altérnatives, if it can be shown thatat least one Markush alternitive
- is not novel over the priorarn, the question of unity of invention shail be reconslden:d by the examiner.
Reconsideration does not necessarily imply that an objection of lack of unity shall be raised.

(g} Intermediate and Final Products 'I'he s:ruztlonmvolvmg mtermed:ate and ﬁnaiproducts
is also govemed by Rule 13 2 :

(L The term “intermediate” is intended to mean intermediate or starting prbducts Such
products have the ability 1o be used to produce final pmducls lhrough a physncal or chemxml change in
which the mtermedlate loses its ldenmy :

(u) Umty ol' mvenuon shall be consuiered to be present in the context of mlennedlale and
final products where the fo]lowmg two conditions are fulfiiled:

(A) -the intermediate and final products have the same essennai structuml element, inthat:

(1) the basic chemxcal stmcmres of the xnterrnedlate and the final pmducts are the
_same, or : . ‘ .

(2) thechemical structures of the two products are technically closely interrelated, the
T mlermcd:ale mcorporaung an essenual s:mcmml elemem into the final product.
~ and : _

(B) the intermediate and final products are techmcally mterrelaled ltns meanmg :hat the
final product is manufactured dlrectly from the intermediate or is separated t'rom itby a small number
- of mlermedlaus all contalmng the same essential structural element.

(iii)  Unity of invention may also be considered to be present between intermediate and final
products of which the structures are not known—for example, as between an intermediate having a
known structure and a final product the structure of which is not known, or as between an intermediate
of unknown structure and a final product of unknown structure. In order to satisfy unity in such cases,
there shail be sufficient evidence 1o lead one 1o conciude that the intermediate and final products are
technically closely interrelated ss, for example, when the intermediate contains the same esséntial
e!ement as the final product or mcorporales an mcnnal elemenl mto the ﬁnal product.

(w) It is possxble 1o accept in:a smgle international appl:cauon different mtermcdxate '
products used in different processes forlhc preparat:on of the fi nal product, provided that lhey have the
same essential structural element. P

(v} The intermediate and final products shall not be separated, in the proccss leadmg from
one to the other, by an intermediate which is not new; . :

(w) Ifthesamemtemanonalapphcauoncialmsdxfferenr.mtennedlatﬁfordlffemntstmctuml
parts of the ﬁnal product, umty shal] not be regarded as bcmg prcsent between the intermediates,




- VIILS

7062 : PCT GAZETTE - SECTION IV _ ___No. 15/1992

_ANNEXB o | W
UNITY OF INVENTION
PART 1

INSTRUCTIONS CONCERNING UNITY OF INVENTION

(3} Unity ofinvention. Rule 13.1 deals with the requirement of unity of invention and states
the principle that an international application should relate to only one invention or, if there is more thaa -
one invention, that the inclusion of those inventions in one internationai application is unly permitted
if all inventions are so linked as to form a single general inventive concept.

() Technical. Relatlonshlp. Rule 13.2 defines the method for. deternumng whether the
requircment of unity of invention is satisfied in respect of a group of inventions claimed in an
international application. Unity of invention exists only when there is a technical refationship among
the claimed inventions involving one or more of the same orcorresponding “speaal technical features.”
The expression “special technical features” is defined in Rule 13.2 as meaning those technical features
that define a contribution which cach of the inventions, considered as a whole, makes overthe priorart.
The determination is made on the contents of the clauns as mlerpreted in hght of the descnpuou and
dnwmgs (if any).

() Independent and Dependent Claims. Unity of i mventmn bas to be considered in the first
place only in'relation to the mdependent claims in 2n international application and not the dependent
claims. By “dependent” claim is meant a claim which contains all the features of another claim and is
in the same category of claim as that other ¢laim (the expression “category of claim” referring to the
classificationof ¢laimsaccording to thesubjectmanerof the mvennonclalmed—for example, product. P
process, use or apparatus of means, etc.). - » . K/

(i)  If the independent claims avond the prior art and satisfy the reqummem of unity of
invention, no problem of Jack of unity arises in respect of any claims that depend on the independent
claims. In particular, it does not matter if a dependent claim itself contains a furtherinvention. Equally,
no problem arises in the case of a genus/species situation where the genus claim avoids the prior art.
Moreover, no problem arises in the case of a combination/subcombination situation where the
subcombination claim avo:ds the pnor ant and the combm.anon claim includes all the features of the
subcombination. :

(i)} If, however, anindependent claim does not avoid the prior art, then the question whether
there is still an inveantive link between al} the claims dependent on that claim needs to be carefully
considered, If there is no link remaining, an objection of lack of unity pasteﬂoﬂ (that is, arising only
after assessment of the prior art) may be raised. Similar con.suderauons apply in the case of a génus/
species or combination/subcombination situation. :

(iii) Thismethod for determ.mmg whether unity of invention exists is intended to be applied
even before the commencement of the international search. Where a search of the prior art is made, an
initial determination of unity of invention, based on the assumption that the claims avoid the prior art, -
may be reconsidered on the basis of the results of the search of the prior art.

(d) IMNustrations of Particular Situations. There are three particularsituations for which the
metbod for determining unity of invention contained in Rule 13.2 js explained in greater detail;

(i) combinations of different categories of claims;
(i)  so-called “Markush practice”; and

(iii) intermediate aﬁd‘ final products. . ' : : \J
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Unity of invention before the ISA (Article 17(3)(a) and Rule 40)
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VIi1.2

Requirement of unity of invention (Rule 13)

An international applicat_i_on must relate to one invention only or,.

— if there is more than one invention, the inclusion of those

inventions is only permitted if all inventions are so linked as to
form a single general inventive concept (Rule 13.1). '

Unity of invention exists only when there is a technical
relatlonsh:p involving one or more of the same or corresponding
“special technical features”.

The expression “special technical features” means those
technical features that define a contribution which each of the
inventions, cons:dered as a whole, makes over the prior art
(Rule 13. 2)
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