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RATIONALE FOR FEDERAL TECHNOLOGY
TRANSFER EFFORTS

• INNOVATION PROVIDES AN IMPROVED STANDARD
OF LIVING.

• INDUSTRIAL AND TECHNOLOGICAL INNOVATION IS
LAGGING

• NEW ADVANCES IN UNIVERSITY AND FEDERAL
LABORATORIES ARE POTENTIALLV USEFUL.

• IT IS IN THE NATIONAL INTEREST TO PROMOTE WIDER
USE OF FEDERALLY FUNDED TECHNOLOGIES.
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INNOVATION PROVIDES AN IMPROVED
STANDARD OF LIVING BY:

• INCREASING PRODUCTIVITY

• CREATING NEW INDUSTRIES

• INCREASING EMPLOYMENT

• IMPROVINGPUBLICSERVICES

• ENHANCING U.S. COMPETITIVENESS

fflfBlJ1U
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RATIONALE FOR FEDERAL TECHNOLOGY
TRANSFER EFFORTS

• INNOVATION PROVIDES AN IMPROVED STANDARD OF LIVING.

• INDUSTRIAL AND TECHNOLOGICAL INNOVATION IS
LAGGING

• NEW ADVANCES IN UNIVERSITY AND FEDERAL
LABORATORIES ARE POTENTIALLY USEFUL.

4 IT IS INTHE NATIONAL INTERESTTO PROMOTE WIDER
USE OF FEDERALLY FUNDED TECHNOLOGIES.

g;~flJU



2-5

AUTHORITIES GRANTED TO LABORATORIES

• TECHNOLOGY LICENSING

• COOPERATIVE R&D AGREEMENTS

• ROYALTY SHARING WITH INVENTORS

• PERSONNELEXCHANGES

ffj~!J1U
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STEVENSON-WYDLER TECHNOLOGY
INNOVATION ACT OF 1980

• MAKES TECHNOLOGY TRANSFER A RESPONSIBILITY
OF ALL FEDERAL LABORATORIES.

• CREATES ORTASTO MANAGE TECHNOLOGY TRANSFER.

• AUTHORIZES PERSONNEL EXCHANGES.

f1J~(jDiJ



2-7

BAYH~DOLEACT- 1980

• AL.LOWS NONPROFIT CONTRACTORS TO:

• RETAIN<TITLE TO INVENTIONS
• PATENT TECHNOLOGIES
-LICENSE TECHNOLOGIES

• REQUIRES NONPROFIT CONTRACTORS TO:

• SHARE ROYALTIES WITH INVENTORS
• USE ROYALTIES FOR LABORATORY PURPOSES.

r~ AUTHORIZES FEDERAL AGENC,IES TO:

• PROTECT GOVERNMENT-OWNED
INTELLECTUAL PROPERTY

• GRANT LICENSES FOR GOVERNMENT-OWNED
INTELLECTUAL PROPERTY

• SET RESTRICTIONS ON LICENSING.

fI]~fjD!
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TRADEMARK CLARIFICATION ACT OF 1984

• AMENDSBAYH-DOLE

• GIVES MOST NONPROFIT CONTRACTOR-OPERATED
LABORATORIES THE RIGHTS PROVIDED BY BAYH-DOLE

• ENABLES CONTRACTORS TO LICENSE INVENTIONS

ffJ~[jD!
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FEDERAL TECHNOLOGYTRANSFER ACT OF 1986

• AMENDSSTEVENSON-WYDLERACT

• STRENGTHENS POLICY LANGUAGE

• FORMALLY ESTABLISHES AND FUNDS FLC

• ALLOWS AGENCIES TO PERMIT GOGOS TO:

• ENTER INTO COOPERATIVE RESEARCH AND
DEVELOPMENT AGREEMENTS

• .LICENSE TECHNOLOGIES.

• REQUIRES THAT ROYALTIES FROM GOGO INVENTIONS BE:

• SHARED WITH INVENTORS

• GIVEN TO GOVERNMENT-OPERATED
LABORATORIES

g;~fjD!
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EXECUTIVE ORDER - 1987

• REQUIRES FEDERAL AGENCIESTO PERMIT GOGOS TO:

• ENTER INTO COOPERATIVE RESEARCH AND
DEVELOPMENT AGREEMENTS

• LICENSE TECHNOLOGIES

• ENCOURAGES EARLY IMPLEMENTATION OF ROYALTY·
SHARING AND CASH AWARDS. PROGRAMS

• ENCOURAGES PERSONNEIL EXCHANGES
~. . ...

'. J ENCOURAGES COOPERAT~VERESEARCH

[f}~!J1!



2-11

AUTHORITIES: RIGHTS TO TECHNOLOGIES

Contractor may claim title to
inventions

Proper disclosuremust oeeur

Patent application mustbefiled

Inventor may claim title if
contractorandlor government does
not intend to protect and/or

0Y?ommercialize
,. . ...

Government retains royalty-free
right of use·

GOGOs

FTT

FTT

~rofitGOCOs

BO,TC

BO,TC

BO,TC

BO,TC

BO,TC·

BO = Bayh-Oole Act (1980)
TC = Trademark Clarification Act of 1984
FTT = Federal Technology Transfer Act of 1986
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LICENSING AUTHORITIES

2-12

Lecenses negotiated by the
developing laboratory

Exclusive licenses may be
negotiated

Licenses may be royalty-freeor
for royalties orother
considerations

Preferenceto small business
licenses

0,
. Products used In the U.S.made

under a licensemust bemade In
theUoS.

Marketlng·ordevelopmentplan
mustbe submitted for licensing

Labontoryemployees may work
with licenseeto promote
commercialization

Governmentalways retains FTT
royalty-free rightofuse

Govemment-Operated
Laboratories

FTT,EO

(BO)FTT

FTT

FTT

FTT

FTT

FTT

FTT

Nonprofit
Contractor-Operated

Laboratories

TC

BO,TC

BO,TC

BO,TC

BO,TC

BO,TC

BO = Bayh-Oole Act (1980)
TC = Trademark Clarification Act of 1984
EO = Executive Order
FTT = Federal Technology Transfer Act of 1986
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GENERAL LEGISLATIVE AUTHORITIES GRANTED TO FEDERAL LABORATORIES AND AGENCIES

Legislative
Authorities and Actions

General

Responsibility of Federal government to
transfer Federally owned and originated
technology to government and private sectors.

ORTAS established and funded (0.5 percent of
agency's R&D budget) to manage technologies
at the labortories.

Increases emphasis for ORrAs to concentrate on
inventions with potential commercial application.

Rights to Technologies

Small businesses and nonprofit contractors may elect
to retain rights to technologies made under contract
with Federal government (unless technologies are
related to weapons or naval nuclear propulsion).

To the extent permitted by law, extends to all
contractors the rights given to small businesses
and nonprofits with respect to technologies
developed under contract with the Federal
government.

The inventor will be allowed to retai~ title to the
invention if the nonprofit contractor or Federal
agency does not choose torets!n title.

Federal agencies owning rights to a technology that
do not intend to file for a patent or otherwise
promote commerialization oftbe invention must allow
the inventor to retain title to the technology.

Government-Operated
Laboratqries

SII,FIT

SII,FIT

FIT

BD

FIT

FIT

Nonprofit
Contractor-Opertted

Laboratories

SII

SII,FIT

FIT

BD,TC

BD,TC

Agencies

SII,FIT

FIT

BD,Te

EO

BD,Te,FIT

FIT

~
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Legislative
Authorities and Actions

Patents

Agencies, designated organizations, and laboratories
are authorized to apply for patents and other forms
of protection for intellectual property for which the
government owns right, title, or interest both in the
United States and in foreign countries.

Nonprofit contractors retaining rights to a
technology are required to file a patent application.

Licenses

Exclusive, partially exclusive, or nonexclusive
licenses may be negotiated under certain conditions.

Licensing of technologies at nonprofit contractor·
operated laboratories should be done by contractor
employees at each facility, to the extent it is the
most effective way to transfer technologIes.

Agencies may permit government-operated lab
oratories to negotiate licensing agreements for
technologies developed at the laboratory and
other inventions of employees.that may be
assigned to the government.

Agencies~ permit government"operated
laboratories to negotiate licensing agreements
for technologies developed at the laboratory
and other inventions of employees that may be
assigned to the government.

Incentives to Transfer

Administer royalties.

Government-Operated
Laboratories

.FIT,BD

FIT

FIT

EO

FIT

Nonprofit
Contractor-Opertted

Laboratories

BD,:rC

BD,:rC

BD,:rc

BD,:rC

Agencies

BD

BD

BD

FIT

EO

FIT



L~gislative

Authorities and Actions

Nonprofit contractors must share royalties with
the inventor(s).

After inventors, patent and licensing
costs, and other administrative expenses
ar~ paid, nonprofit contractor-operated labora
tori~s must us~ the remaining royalties and
other income for scIentific research, develop
ment, and education consistent with the R&D

. mission and ohjectives of the facility,
including activities that incr~ase the licens
ing potential of oth~r laboratory technologies.
If, after payments to inventors and patenting
and lic~naing ex~s~s, royalty and other
inco~ exc~eds 5 percent of th~ facility's
annual budget, 75 percent of the excess must be
transferred to the U.S. Treasury.

Requires that at least 15 percent of royalty and
oth~r income from a t~chnology be paid to the
inventor.

Requires that the rMsirider of the royalty and
other income be used for covering licensing
expenses, for education and trainlngof
~loyeea. for other activities that incr~ase

the licensing potential of the labs, and cash
awards to employees.

Cooperative Research

~ agencies to permit government-operated
laboratories to enter into cooperative research
agreements.

Government-Operat~d

Laboratories

FIT

FIT

FIT

Nonprofit
Contractor-Opertted

Laboratories

BD,TC

TC

Agencies

BD

FIT

FIT

FIT



Legislative
Authorities and Actions

Requires agencies to permit government-operated
laboratories to enter into cooperative research
agreements.

Personnel Exchanges

Persoonel exchanges among academia, industry,
and Federal labs endorsed.

Government-Operated
Laboratories

EO"

SW

Nonprofit
Contractor-Opertted

Laboratories

SW

Agencies

EO

NOTE: BD D Bay\l-Dole Act (1980), Public Law 96-517
SW = Stevenson-Wydler Act (1980), Public Law 96·480
l'C D Trademark Clarification Act (1984), Public Law 98-620
FTT D Federal Technology Tranafer Act (1986), Public Law 99-502
EO D Execntive Order No. 12591, 'Tacilitating Access to Science and Technology (1987)

t".e Department of Energy normally retains rights to inventions made as a part of that agency's naval nuclear propulsion and weapons prograas ,
2Contractor csn ask the agency to allow the inventor to own the invention.



SPECIFIC AUTHORITIES: RIGIITS TO TECHNOLOGIES

Legislative
Authorities and Actions

Nonprofit and small busineas contractors (with
some exceptions) may claim title to inventions
developed under contract with the Federal government.

Extends to most nonprofits operating Federal labs
the right to claim title to inventions developed
under contract.

All rights to inventions developed in DOE's naval
.nuclear propulsion or weapons related programs
can be required to be assigned to the government;
requests for greater rights to such inventions may
be made to DOE and may be granted in specific cases.

To the extent permitted by law, extends to ill R&D
contractors the right to claim title to inventions
msde under contract with the government; this right
wss given to small and nonprofit contractors in 1980.

Nonprofit and small business contractors' right to
retain title to an invention is only valid if proper
disclosure occurs. '~roper disclosure ll means dis
closure of each invention to its funding agency
within two months after the inventor discloses it
Inwriting to contractor personnel responsible for
patent matters.

Nonprofit and small business contractors must dis
close the invention in writing to the contracting
agency. The disclosure must mctuce the contract
under Which the invention was developed and the
naeet e) of the Inventorfs}, The invention should
be described in enough detail for the contracting
agency to clearly understand it.

. Government-Operated
Laboratories

Nonprofit
Contractor-Operfted

Laboratories

BD

TC

TC

BD,TC

BD,TC

Agencies

BD

TC

TC

EO

BD

BD
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Legislstive
Authorities and Actions

~onprof~t~nd~mallbus~ness contr~c~O~8 must. st~t~
in writing intentions to retain title to an invention
within 2-years after disclosure to the contracting
entity. This 2-year period may be shortened or
extended under certain circumstances. If the con
tractor fails to assert its rights within the
designated time period, the Federal government may
receive title to the invention.

Nonprofit and small business cOntractors electing
rights are required to file a patent application
in the U.S. within one year of the date of election
of title, or sooner if publication or use of the
technology has occurred. If not, the Federal
government may receive title.

Nonprofit and small business contractors electing
rights are required to file patent applications in
other countries where protection is desired within
10 months of the initial patent application or ~

months from the date permission to file foreign
patent applications (because of secrecy order) is
granted by the Patent and Trademark Office.

The Federal government retains the right to use
any invention developed using Federal funds for
its own purposes on a nonexclusive, nontrans
ferrable, royalty-free basis.

Nonprofit and small business contractors are pro
hibited from assigning rights to inventions to
any entity other than an organization in the
business of managing inventions Without the
approval of the Federal agency.

Government-Operated
Laboratories

FTT

Nonprofit
Contractor-Opertted

Laboratories

TC

TC

BD,TC

BD,TC

BD,TC

Agencies

TC

TC

BD,TC

BD

BD



Legislative
Authorities and Actions

Th~ inventor will be allowed to retai¥ title to the
invention if the nonprofit contractor or Federal
agency does not choose to retain title.

Government-operated laboratories may wave any right of
ownership the Federal government may bave to an invention
made by its employees under a cooperative agreement
(subject to nonexclusive, royalty-free use by the
government).

Government-Operated
Laboratories

F'l'T '

F'l'T

Nonprofit
Contractor-Opertted

Laboratories

BD,TC

Agencies

BD,TC,F'l'T

NOTE: BD = BaYb-Dole Act (1980), Public Law 96-517
SW = Stevenson-Wydler Act (1980), Public Law 96-480
TC • Trademark Clarification Act (1984), Public Law 98-620
F'l'T - Federal Technology Transfer Act (1986), Public Law 99-502
EO = Executive Order No. 12591, "Facilitating Access to Science and Technology (1987)

~e Department of Energy normally retains rights to inventions made asa part of that agency's naval nuclear propuIlJion and weapons programs..
Contractor can ask the agency to allow the inventor to own an invention.



SPECIFIC AUTHORITIES: LICENSING INVENTIONS MADE IN FEDERAL LABORATORIES

Legislative
Autborities and Actions

General

Exclusive, partially exclusive, or nonexclusive
licenses may be negotiated under certain conditions

Contractors retaining title to an invention thereby
retain tbe right to license tbat tecbnology

Licensing may be done by employees at tbe laboratory
where the inventionW8S made

Licenses for using or selling laboratory tecbnologies
in tbe United States may be granted only if the applicant
agrees to manufacture tbe products primarily in the United
States

Licenses may be royalty-free or for royalties, and
other considerations may be negotiated

The Federal government retains march-in rights if
certain criteria are not met. March-in rights allow
the Federal agency to require, after Completing a due
process procedure, the contractor, an assignee, or an
exclusive licensee to grant a nonexclusive, partially
excluslye, or exclusive license to a responsible
applicant or applicants if:

1. tbe contractor or assignee bas not attempted
and is not expected witbin a reasonable time to
acbieve practical application of tbe invention;

2. if bealth and safety needs are not being
satisfied;

Government-Operated
Laboratories

FIT

FIT

FIT

FIT

Nonprofit
Contractor-Opertted

Laboratories

BD,TC

BD,TC

TC

BD,TC

BIl,TC

BD,TC

Agencies

BD

BD,EO

BD

BD

BD
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Legislstive
Authorities and Actions

3. if requirements for pUblic use specified by
Federal regulstions are not being satisfied, or

4. when requirements for msnufacturing substantially
in the United States have not been met or waived

Federal agency m!l permit its government-
operated laboratories to negotiate licensing agreements
for inventions msde at the laboratory and inventions
made by lab employees that are voluntarily assigned
to the government

Federal sgency !h!!! permit its government-operated
laboratories to negotiate licensing agreements for
inventions made at the laboratory and inventions
made by laboratory employees tbat are voluntarily
assigned to the government

Laboratory may grant or. agree in advance to grant
licenses to inventions made under a cooperative agree
ment by a Federal employee to the firm(s) the agreement
is with (subject to a nonexclusive, royalty free
license by government)

Laboratory may peraf.t employees to participate in
efforts to commericalize the invention (e.g., work
with licensee)

Prospective licensee must supply the agency/
designated organization/lab with a development and/or
marketing plan for the invention

Government-Operated
Laboratories

F1'T

EO

FIT

FIT

F1'T

Nonprofit
Contractor-Operfted

Laboratories Agencies

FIT

EO

BD



Legislative
Authorities and Actions

License cannot be assigned to another party without
approvsI of the Federal agency/designated organization/
laboratory, "except to suCCessor of that part of. the
licensee's business to which the invention pertains"

Applicationa for Licenses

Applications for licensea should be made to the
Federal agency, designated organization, or laboratory
that has custody of the invention

Applications should include basic information on the
invention for which a license ia desired; the type of
license desired; information on the person, company,
or organization applying for the license, including
whether it is a small businesa; information on the
applicant's business, including products or services
commercialized; the source of information on the
availability of the license; information on Federally
owned licenses previously granted to the applicant;
infomation on the extent to which the invention is
already in use by government or industry; a detailed
marketing and/or development plan for the technology;
and any other information to support the granting
of a license to the applicant

The marketing and/or development plan for a
technology should include information on:

1. The amount of time the applicant believes
it will take to commercialize the
technology;

2. The type(s) and amount(s) of capital and
other resources expected to be required to
commercialize the technology;

Government-Operated
Laboratories

F'l"I:,

F'l"I:

F'l"I:

F'l"I:

Nonprofit
Contractor-Opertted

Laboratories

BD,TC

Agencies

BD

BD

BD

BD



Legislative
Authoritiea and Actions

3. The applicant's ability to carry out
the plan. Infomation on manufacturing,

. marketing, and financial and technical
resources should be included;

4. The fields of use in which the technology
will be used I

5. The geographic area where any products
embodying the technology will be manu
factured; and

6. The geographic areas where these products
will be used and/or sold.

Provis ions 0 f Licenses

Duration of the license must be specified in the
license

Licenses may be granted for some or all fields of use

Licensea may be granted for some or all geographic areas

License may specify that it includes subsidiaries of the
licensee or other parties

License may allow licensee the right to grant
sublicenses, subject to approval by the licensing agency
or laboratory.. Sublicenses must refer to the license
and note that certain rights are retained by the
Federal government. A copy of each sublicense must be
given to the government

Government-Operated
Laboratories

F.L'T

F.L'T

F.L'T

F.L'T

F.L'T

Nonprofit
Contractor-Opertted

Laboratories Agencies

BD

BD

BD

BD

BD



Legislative
Authorities snd Actions

Every license must set a time limit for implementing
the development or msrketing'plsn to bring the inven
tion to practical application

Every license must require periodic reports on the
commericalization or efforts to achieve commercializ
ation. References to the marketing or development
plan should be made

Licenses must require that products using the
invention will be msnufactUredsubstantially in the
United States, if such an agreement has been msde

The license must state that it msy be terminated by
the Federal agency if:

1. the marketing or development plan submitted
ia not being followed and the licenaee cannot
demontrate to the agency's satisfaction that it
has taken or will take steps to achieve practical
application of the invention

2. the licenSee Willfully made false statements or
omitted important informstion in the license
application or other reports required by the
license agreement

3. the licensee does not uphold the licensing
agreement; or

4. Federal regulations issued after the license
specify requirements for public use that are
not being met by the licensee

If agreed on by the licensee and the Federal agency»
a license may be terminated or modified

Government-Operated
Laboratories

FTT .
"

FTT

FTT

FTT

FTT

Nonprofit
Contrsctor-Opertted

Laboratories

BD,TC

Agencies

BD

BD

BD

BD

BD



Legislative
Authorities snd Actions

Licenses can be modified or terminated other than by
mutual agreement, only after the Federal agency pro
vides written notice to tbe licensee and sublicensees,
who must then be allowed 30 days to solve any problelDs
or show why the license should not be modified or
terminated

Appeals procedures for those denied licenses, those
with modified or terminated licenses, and those who
file objections to the issuance of an exclusive or
psrtislly exclusive license are svsilable

Small Business Preference

Use reasonable efforts to-attract small business
licensees or give spec1alconsideration to small
business firms

Preference may be given to licensees other than .small
businesses if they supported the resesrch that led to
the development of the technology

Exclusive or partially exclusive licenses may be
granted to large firms only after preference has been
given to small business firms that are determined to
be as likely as other firms to bring the invention to
practical application

Nonexclusive Licenses

. Nonexclusive licenses may include a provision that,
after a certain period of time, allows the agency
or laboratory to restrict the license to the fields
of use J geographic areas, or both in which the license
has been brought to practical application. This re"
striction can only be made in order to grant an
exclusive or partially exclusive license

Government-Operated
Laboratories

FTT)

FTT

FTT

FTT

FTT

Nonprofit
Contrsctor-Opertted

Laboratories

Ie

IC

.Agencies

BD

BD

BD,TC

BD

BD



Legislative
Authorities and Actions

Publication of availability is not required to
negotiate a nonexclusive license

Excluaive Licenaes

Excluaive or partially exclusive licensea for Federally
awned inventions may be granted 3 montha after notice
of the invention'a availability ia announced in the
Federal Register, unless disposal of invention ia
provided for in advance under a cooperative R&D
agreement.

Exclusive or partially excluaive licenaea may be
granted without the notice of availability if the
agency determines that the Federal government and
the public will be aerved best by granting a licenae
soeneI'

In either of the above casea (unleaa otherwise
diaposed of under cooperative R&D agreement), notice
of the proposed licenae (including the invention) and
the proapective licensee muat be published in the
Federal Register. A 60-day period ia allowed for
filing written objectionS

Excluaive or partially exclusive licenses may be
granted (after the 60-day periOd) only if the agency
determines that:

1. the interests of the public and the Federal
government will best be served by the proposed
Lfcenee , based on the licensee's plans and
ability to bring the invention to practical
application;

2.. nonexclusive licenses are not likely to achieve
the desired practical application;

GovernmentcOperated
Laboratories

m ,

m

m

m

m

Nonprofit
Contractor-Opertted

Laboratories

IID,IC

Agencies

BD

lID

lID

BD

BD



Legislstive
Authorities and Actions

3. an exclusive or partially exclusive Hcens.. is
necessary in order for a company or an individual
to spend the money needed to bring the invention
to practical application; and

4. the terms and scope of the Hcense are not
greater than are necessary to bring the invention
to practical application

Exclusive licenses for using or selling Isboratory tech
nologies in the United States may be grsnted only if the
spplicant agrees to manufscture the products primarily
in the United Ststes

The requirement to manufacture substantially in the
United States msy be waived in certain situations, such
as where domestic manufacture 1s shown to be infeasible
of if reasonable efforts were made to grant licenses on
similar terms to licensees manufscturing substsntially
in the United States

Exclusive or partislly exclusive licenses may be
granted only if hss not been determined thst
the granting of the license Will lead to situa
tions, inconsistent with antitrust laws

For all domestic exclusive and partislly exclusive
licenses, the government maintains an irrevocable
royalty-free right to practice or have the invention
practiced (for its own use) for the United States,
or for any foreign government

Government-Operated
Laboratories

FTT

FTT

FTT

Nonprofit
Contractor-Opertted

Laboratories

BD,TC

BD,TC

BD,TC

Agencies

BD

BD

BD

BD



Legislstive
Authorities and Actions

Domestic exclusive and partially exclusive licenses
may all"" the licensee to protect the license from
infringement

For Federally owned inventions covered by foreign
patents or other fams of protection, exclusive or
partially exclusive licenses may be granted under
certain circumstances

Government-Operated
Laboratories

FTT ',

FIT

Nonprofit
Contractor-Opertted

Laboratories Agencies

BD

BD

NOTE: BD = Bayb-Dole Act (1980), Public Law 96-517
SW = Stevenson-Wydler Act (1980), Public Law 96-480
TC = Trademark Clarification Act (1984), Public Lsw 98-620
FIT = Federal Technology Transfer Act (1986), Public Law 99-502
EO = Executive Order No. 12591, "Facilitating Access to Science and Technology (1987)

~e Department of Energy normally retains rights to inventions made as a part of that agency's naval nuclear propUlsion and weapons programs.



SPECIFIC AUTHORITIES: INCENTIVES

Legialative
Authoritiea and Actiona

General

Royaltiea and other income received on technologies
developed at government-operated laboratoriea will
be retained and distributed by the agency whose lab
oratory produced the invention.

Royaltiea and other income received on technologiea
developed at contractor-operated laboratoriea will be
retained and used by the laboratory that produced the
invention.

Government-Operated
Laboratoriea

FIT

Nonprofit
Contractor-Opertted

Laboratories

TC

Agencies

FIT

TC

For purposea of diatribution of royaltiea or other income,
if inventions are assigned to a Federal agency by a con
tractor, grantee, participant in a cooperative agreement,
or employee of the agency .110 was not working 1n the labora
tory at the time of the invention, the agency unit involved
in the aaaignment will be conaidered to be a laboratory.

Royalty Sharing With Inventors

Nonprofit contractors must share royalties with
the inventor.

At least 15 percent of the royalties and other
income from an invention must go to the inventor(s)
if the inventor(s) was an employee of the agency when
the inVention was made ..

FIT

BD,TC

FIT

BD

FIT

All royalty payments to employeea must be in addition to
regular compensation and other· awards.

Payments to the inventor must continue after the employee
leaves the laboratory or agency_

Payments must not exceed $100,000 a year per employee,
unless the President approves a larger reward. Any
amount oVer $100,000 ia considered a Preaidential award.

FIT FIT ~
S
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Legislative
Autborities and Actions

Otber Uses of Royalties

After inventors, patent and licensing co~tB, snd
other administrative expenses are paid, nonprofit
contractor-operated laboratories must use the re
maining royalties and otber income for scientific
research, development, and education consistent
with tbe R&D mission and objectives of tbe facility,
including activities tbat increase tbe licensing
potential of otber laboratory tecbnologies. If,
after payments to inventors and patenting and
licensing expenses, royalty and other income exceeds
5 percent of tbe facility's annual budget, 75 per
centaf the excess must be transferred to the U.S.
Treasury.

After royalties are paid to inventors, remaining
royalty and other income must be transferred to the
agency's government-operated laboratories, with the
majority of tbe funds going to tbe laboratory where
the invention occurred.

Royalty and otber income must be used or obligated
by tbe laboratories during the same fiscal year
they are received or the next fiscal year, or they
will go to the U.S. Treasury.

Royalty and other income must be used by the govern
ment-operated laboratories:

(1) to cover expenses associated with the adminis
tration and licensing of the laboratoryts inventions.
These expenses may include fees or costs for services
of other agencies, persons, or organizations that pro
vide invention management and licensing services;

(2) to reward employees of the laboratory (in
addition to the required royalty payments);

Government-Operated
Laboratories

Fl'T

FIT

FIT

FIT

Nonprofit
Contractor-Opertted

Laboratories

Te.

Agencies

FIT

FIT

FIT

FIT



Legislative
Authorities and Actions

(3) to assist scientific exchange among the govern
ment-operated laboratories;

(4) for education and training of employees; and

(5) for other activities that increase the licensing
potential of the laboratories.

If after payments to inventors, the royalties
received by.an agency in any fiscal year are greater
than five percent of the budget for all the agency's
govermoent-operated laboratories for that year, 75 per
cent of the excess must be paid to the U.S. Treasury.
The remaining 25 percent of the excess must be used in
the manner described above.

Other !neentives

For each ag..ncy that spends over $50 million per fiscal
year for R&D in all its government-operated laboratories,
the agency must develop and implement a cash awards
program for those laboratories.

The inventor will be allowed to retai¥ title to the
invention if the nonprofit contractor or Federal agency
does not choose to retain title.

Government-Operated
Laboratories

FTT\

FTT

FTT

FTT

FTT

Nonprofit
Contractor-Opertted

Laboratories

BD,:rc

Agencies

FTT

FTT

FTT

FTT

FTT

BD,:rc,FTT

A program to promote personnel excl1aJ\ges oIUDong'academia,
industry, snd Federal laboratories allows laboratory
scientists and engineers to work with people from industry
and universities with similar areas of interest and expertise.

SW SW SW



Legislative
Authorities and Actions

Employees are permitted to work "ith the private
sector through cooperative research and development
agreements.

Employees are permitted to participate in efforts
to commercislize the invention (e.g., work with the
licensee).

Government-Operated
Laboratories

F'J.'T "

F'J.'T

Nonprofit
Contractor-Opertted

Laboratories Agencies

F'J.'T

F'J.'T

NOTE: BD - Bayh-Dole Act (1980). Public La" 96-517
SW - Stevenson-Wydler Act (1980), Public La" 96-480
TC - Trademark Clarification Act (1984), Public Law 98-620
F'J.'T - Federal Technology Transfer Act (1986), Public Law 99~502

EO -. Executive Order No. 12591, "Facilitating Access to Science and Technology (1987)

~e Department of Energy normally retains rights to inventions made a8 a part of that agency's naval nuclear prop~lsion and weapons programs.
Contractor can ask the agency to allO"''iI tbe inventor to own an :In''-ention.



LEGISLATIVE AUTHORITIES AND ACTIONS APPLICABLE
TO GOVERNMENT-OPERATED LABORATORIES

GENERAL

Federally owned and originated technologies should be
transferred to the government and private sectors.

ORTAS established and funded (0.5 percent of agency's
R&D budget).

Personnel exchanges among academia, industry, and
Federal laboratories endorsed.

RIGHTS TO TECHNOLOGIES

Federal agencies owning rights to a technology that do·
not intend to file for a patent or otherwise promote
commercialization of the invention must allow the .
inventor to retain title to the technology.

A laboratory may waive any right of ownership the
Federal government may have to a technology generated

~py its employees under a cooperative agreement (subject
to nonexclusive,. royalty-free use by the government).

PATENTS

Agencies, designated organizations, and laboratories
are authorized to apply for patents and other forms of
protection for intellectual property for which the
government owns right, title, or interest both in the
United States and in foreign countries.

LICENSES

General

Exclusive, partially exclusive, or nonexclusive
licenses may be negotiated under certain conditions.

Licenses for technologies to be used in products for
sale in the United States may be granted only if the
applicant agrees to manufacture the products primarily
in the United States.

Licenses may require royalties or be royalty-free, and
other considerations may be negotiated.

Laboratories may negotiate licensing agreements for
inventions made at the laboratory and inventions made
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by laboratory employees that are voluntarily assigned
to the government.

Laboratory may grant or agree in advance to grant
licenses to inventions made under a cooperative agree
ment by a Federal employee to the firm(s) (subject to a
nonexclusive. royalty-free license by government).

Laboratory may permit employees to participate in
efforts to commercialize the invention (e.g •• work with
licensee).

Prospective licensee must supply the agency/designated
organization/laboratory with a development and/or
marketing plan for the invention.

License cannot be assigned to another party without
approval of the Federal agency/designated organiza
tion/laboratory. "except to successor of that part of
the licensee's business to which the invention
pertains"·.

Applications for Licenses

Applications for licenses should be made to the Federal
~·agency. designated organization. or laboratory that has

custody of the invention.

Applications should include basic information on the
invention for which a license is desired; the type of
license desired; information on the person. company. or
organization applying for the license. including
whether it is a small business; information on the
applicant's business. including products or services
commercialized; the source of information on the
availability of the license; information on Federally
owned licenses previously granted to the applicant;
information on the extent to which the invention is
already in use by government or industry; a detailed
marketing and/or development plan for the technology;
and any other information to support the granting of a
license to the applicant.

The marketing and/or development plan for a technology
should include information on:

1. The amount of time the applicant estimates it
will take to commercialize the technology;

2. 'the type(s) amount(s) of capital and other
resources required to commercialize the
technology;



3. The applicant's ability to carry out the
plan. Information on manufacturing.
marketing. and financial and technical
resources should be included;

4. The fields of use in which the technology
will be' used;

5. The geographic area where any products
embodying the technology will be
manufactured; and

6. The geographic areas where these products
will be used and/or sold.

Provisions of Licenses

Duration of the license must be specified in the
license.

Licenses may be granted for some or all fields of use.

Licenses may be granted for some or ~ll geographic
areas.

License may specify that it includes subsidiaries of
,.the licensee or other parties.

License may allow the right to grant sublicenses,
subject to approval by the licensing agency or
laboratory. Sublicenses must refer to the license and
note that certain rights are retained by the Federal
government. A copy of each sublicense must be given to
the government.

Every license must set a time limit for implementing
the development or marketing plan to bring the
invention,to practical application.

Every license must require periodic reports on the
commericalization or efforts to achieve
commercialization. References to the marketing or
development plan should be made.

Licenses must require that products using the invention
will be manufactured substantially in the United
States, if such an agreement has been made.

The license must state that it may be terminated by the
Federal agency if:

1. The marketing or development plan submitted
is not being followed and the licensee cannot

, demonstrate to the agency's satisfaction that



it has taken or will take steps to achieve
practical application of the invention;

2. The licensee willfully made false statements
or omitted important information in the
license application or other reports required
by the license agreement;

3. The licensee does not uphold the licensing
agreement; or

4. Federal regulations issued after the license
specify requirements for public use that are
not being met by the licensee.

If agreed on by the licensee and the Federal agency" a
license may be terminated or modified.

Licenses may be modified or terminated other than by
mutual agreement, only after the Federal agency
provides written notice to the licensee and
sublicensees, who must then be allowed 30 days to solve
any problema or show why the license should not be
modified or terminated.

Appeal procedures for denied, modified, or terminated
...licenses, and those who file objections to the issuance

of an exclusive or partially exclusive license are
available.

Small Business Preference

Exclusive or partially exclusive licenses may be
granted to large firms only after preference has been
given to small firms that are determined to be as
likely as other firms to bring the invention to
practical application.

Nonexclusive Licenses

'Nonexclusive licenses may include a provision that,
after a certain period of time, the agency or
laboratory is allowed to restrict the license to the
fields of use, geographic areas, or both in which the
license has been brought to practical application.
This restriction can only be made in order to grant an
exclusive or partially exclusive license.

Publication of availability is not required to
negotiate a nonexclusive license.



Exclusive Licenses

Exclusive or partially exclusive licenses for FederallY
owned inventions may be granted three months after the
invention's notice of availability is published in the
Federal Register.

Exclusive or partially exclusive licenses may be
granted without the notice of availability if the
agency determines that the Federal government and the
public will be served best by granting a license
sooner.

In either of the above cases, notice of the proposed
license (including the invention) and the prospecti~e

licensee must be pUblished in the Federal Register. A
60-day period is allowed for filing written objections.

Exclusive or partially exclusive licenses may be
granted (after the 60-day period) only if the agency
determines that:

1. The interests of the public and the Federal
government will best be served by the
proposed license, based on the licensee's
plans and ability to bring the invention to
practical application;

2. Nonexclusive licenses are not likely to
achieve the desired practical application;

3. An exclusive or partially exclusive license
is necessary in order for a company or an
individual to spend the money needed to bring
the invention to practical application; and

4. The terms and scope of the license are not
greater than are necessary to bring the
invention to practical application.

Exclusive licenses for using or selling laboratory
technologies in the United States may be granted only
if the applicant agrees to manufacture the products
primarily in the United States.

The requirement to manufacture substantially in the
United States may be waived in certain situations, such
as where domestic manufacture 'is shown to be infeasible
of if reasonable efforts were ~~de to grant licenses on
similar terms to licensees manufacturing substantially
in the United States.

Exclusive or partially exclusive licenses may be
granted only if has not been determined that the



granting of the license will lead to situations incon
sistent with antitrust laws.

For all domestic exclusive and partially exclusive
licenses, the government maintains an irrevocable
royalty-free right to practice c,r have the invention
practiced (for its own use) for the United States, or
for any foreign government.

Domestic exclusive and partially exclusive licenses
must give the licensing laboratory the right to require
the 1ieensee to grant sub1icensE!s when necessary to
fulfill health and safety needs.

Domestic exclusive and partially exclusive licenses may
allow the licensee to protect the license from
infringement.

For Federally owned inventions covered by foreign
patents or other forms of protection, exclusive or,
partially exclusive licenses may be granted under
certain circumstances.

INCENTIVES

'Royalties and other income received on technologies
developed at government-operated laboratories will be
retained and distributed by the agency Whose laboratory
produced the invention.

At least 15 percent of the royalties and other income
from an invention must go to the inventor(s) if the
inventor(s) was an employee of the agency when the
invention was made.

Remaining royalty and other income must be transferred
to the agency's government-operated laboratories, with
the majority of the funds going to the laboratory where
the invention occurred.

Royalty and other income must be,used or obligated by
the laboratories during the same fiscal year they are
received or the next fiscal year, or they will go to
the U.S. Treasury.

Royalty and other income must be used by the govern
ment-operated laboratories:

1. To cover expenses associated with the admin
istration and licensing of the laboratory's
inventions. These expenses may include fees
or costs for services of other agencies,



persons, or organizations that provide
invention management and licensing services;

2. To reward employees of the laboratory (in
addition to the zequd.red royalty payments);

3. To assist scientific exchange among the
government-operated laboratories;

4. For education and training of .employees; and

5. For other activities that increase the
licensing potential of the laboratories.

If after payments to inventors, the royalties received
by an agency in any fiscal year are greater than five
percent of the budget for all the agency's government
operated laboratories for that year, 75 per-
cent of the excess must be paid to the U.S. Treasury.
The remaining 25 percent of the excess must be used in
the manner described above.

All royalty payments to employees must be in addition
to regular compensation and oeher awards.

Royalty payments to the inventor must continue after
the employee leaves the laboratory or agency.

Payments must not exceed $100,000 a year per employee,
unless the President approves 'a larger reward. Any
amount over $100,000 is conside:ced a Presidential
award.

Each agency that spends over $50 million per fiscal
year for R&D in all its government-operated
laboratories must develop and implement a cash awards
program for those laboratories.

The inventor will be allowed to retain title to the
invention if the Federal agency does not choose to
retain title.

A program to promote personnel exchanges among
academia, industry, and Federal laboratories allows
laboratory scientists and engineers to work with people
from industry and universities with similar areas of
interest and expertise.

Employees are permitted to work with the private sector
through cooperative research and development
agreements.

Employees are permitted to participate in efforts to
commercialize the invention (e.g., work with the
licensee).



LEGISLATIVE AUTHORITIES AND ACTIONS APPLICABLE TO
NONPROFIT CONTRACTOR-OPERATED LABORATORIES

GENERAL

Federally owned and originated technologies should be
transferred to the government and private sectors.

ORTAS established and funded (0.5 percent of agency's
R&D budget).

Personnel exchanges among academia, industry, and
Federal laboratories endorsed.

RIGHTS TO TECHNOLOGIES

Contractor may claim title to technologies developed
under contract with the Federal government (with some
exceptions).

All rights to technologies developed in DOE's naval
nuclear propulsion or weapons related"programs must be
assigned to the government; requests for greater rights
in a technology may be made to DOE, and may be granted
in specific cases.

Right to retain title to a technology is only valid if
proper disclosure occurs. "Proper disclosure" means
disclosure of each invention to the funding agency
within two months after the invlmtor discloses it in
writing to contractor personnel responsible for patent
matters.

Contractor must disclose the technology in writing to
the contracting agency. The disclosure must include
the contract under which the technology was developed
and the name(s) of the inventor(s). The technology
should be described in enough detail for the
contracting agency to clearly understand it.

Contractor must state in writing any intention to
retain title to a technology within two-years after
disclosure to the contracting entity. This two-year
period may be shortened or extended under certain
circumstances. If the contractor fails to assert its
rights within the designated time period, the Federal
government may receive title to the technology.

Contractors claiming title to a technology must file a
patent application in the U.S. within one year. If
disclosure (e.g., publication) has occurred prior to
claiming title, the deadline for filing a patent
application may be sooner. If the contractor fails to
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meet the deadline, the Federal government may receive
title.

Contractors are required to file patent applications in
other countries where protection is desired within 10
months of the initial patent application or six months
from the date permission to file foreign patent
applications (because of secrecy order) is granted by
the Patent and Trademark Office.

The Federal government retains the right to use any
technology developed using Federal funds for its own
purposes on a nonexclusive, nontransferrable, royalty
free basis.

Contractors are prohibited from assigning rights to
technologies to any entity other than an organization
in the business of managing technologies without the
approval of the Federal' agency.

If contractor does not claim title and the Federal
agency approves, the inventor may retain title to the
invention.

PATENTS

Contractors retaining rights to a technology are
required to file a patent appl:i,cation.

LICENSING

General

Exclusive, partially exclusive, or nonexclusive
licenses may be negotiated unde.r certain conditions.

Contractors retaining title to a technology thereby
retain the right to license that technology.

Licenses should be negotiated by employees at the
laboratory where the invention was made, as long as
that is the most effective way to transfer the
technology.

Licenses may require royalties or be royalty-free, and
other considerations may be negotiated.

The Federal government retains march-in rights if
certain criteria are not met. March-in rights allow
the Federal agency to require t:he contractor, an
assignee, or an exclusive licensee to grant a non
exclusive, partially exclusive, or exclusive license to
a responsible applicant or applicants if:



1. The contractor or assignee has not attempted
and is not expected within a reasonable time
to achieve practical application of the
invention;

2. If health and safety needs are not being
satisfied;

3. If requirements for public use specified by
Federal regulations are not being satisfied,
or

4. When requirements for manufacturing sub
stantially in the United States have not been
met or waived.

Small Business Preference

Contractors should use reasonabl.e efforts to attract
small business licensees.

Preference may be given to licensees other than small
businesses if they supported the research that led to
the development of the technology.

Exclusive Licenses

Exclusive licenses to use or sell laboratory
technologies in the United States may be granted,only
'if the applicant agrees to manufacture the products
primarily in the United States.

The requirement to manufacture substantially in the
United States may be waived in c:ertain situations, such
as where domestic manufacture is shown to be infeasible
if reasonable efforts were made to grant licenses on
similar terms to licensees manufacturing substantially
in the United States.

For all domestic exclusive and partially excluSive
licenses. the government maintains an irrevocable
royalty-free right to practice or have the invention
practiced (for its own use) for the United States, or
for any foreign government.

INCENTIVES

Nonprofit contractors must share royalties with the
inventor.

After inventors. patent and licensing costs, and other
administrative expenses are paid. nonprofit contractor
operated laboratories must use the remaining royalties
and other income for scientific research, development.



and education consistent with the R&D mission and
objectives of the facility, including activities that
increase the licensing potential of other laboratory
technologies. If, after payments to inventors and
patenting and licensing expenses, royalty and other
income exceeds five percent of the facility's annual
budget, 75 percent of the excess must be transferred to
the U.S. Treasury.

The inventor will be allowed to retain title to the
invention if the nonprofit contractor or Federal agency
does not choose to retain title.

A program to promote personnel exchanges among
academia, industry, and Federal laboratories allows
laboratory scientists and engineers to work with people
from industry and universities with similar areas of
interest and expertise.



HANDOUT 2-7

'r":' .
,.' -.

Patents and
trademarks.

State and local
governments.
Business.and
industry_
Schools and
colleges.

-100 STAT. 1785
.' ',........~\.

, .
J: .

i:.' .
; .,

PUBLIC LAW 99-502-0CT. 20, 1986 .'

An Act I'.,j
i"&"'!'" '"I ','

To amend the Stevenson-wydfee Tecbnotogy Innovation'; A~or 1980= top~mote"':;- t~:
technology transfer byauthorizing Government-cperatedlabcratories to enter into Oee. 20;1986
cooperative research agreements and byestablishing a F~etS1 Laboratory Conser- JH.ij;:-3TI~
tiumvfor Technology Transfer within the National Burel\l of'Standards. and for,
other purposes. . ....'.~y . ," {.

~. n . .
Be it enacted by the Senate and House of RepresentatfPesIof.'t1Je ,

United States ofAmerica in Congressassembled, '" ":'._. =_ .. .: . Federal
••.• ..-.. ". Technolo

SEl'TIOS I. SIIORT TITLE. Transfer ict of

This Act may be cited as the "Federal Technology Transfer Act of ~~;'erce and
1986". trade.

Government
organization and
employees.
IS USC 3701
note.
IS USC 3701
note.
15 USC
3711-3714,
15 USC 3710..

SEC. 2. COOPERATIVE RESEARCIIAND DEVELOPMENT AGREEMENTS.

The Stevenson-Wydler Technology Innovation Act of 1980 is
amended by redesignating sections 12 through 15 as sections 16
through 19, and by inserting immediately after section 11 the
following:
"SEC. 12. COOPERATIVE RESEARCII AND DEVELOPMENT AGREEMENTS.

"(a) GENERAL AVTHORITY.-Each Federal agency may permit the
director of any of its Government-operated Federal laboratories-

"(1) to enter into cooperative research and development
agreements on behalf of such agency (subject to subsection (c)of
this section) with other Federal agencies; units of State or local
government; industrial organizations (including corporations.
partnerships, and limited partnerships, and industrial develop
ment. organizations); public and private foundations; nonprofit
organizations (including universities); or other persons (includ
ing licensees of inventions owned by the. Federal agency); and

"(2) to negotiate licensing agreements under section 207 of
title 35. United States Code. or under other authorities for
Government-owned inventions made at the laboratory and
other inventions of Federal employees that may be voluntarily
assigned to the Government.

"(h) ENUMERATED AUTHORITY.-Under. agreements entered into
pursuant to subsection (aX1), a Government-operated Federal lab
oratory may (subjectto subsection (c) oftMs sectionl-

"(1) accept, retain, and use funds, personnel, services, and
property from collaborating parties and provide personnel, servo
ices,and property to collaborating parties;

"(2) grant or agree to grant in advance, to a collaborating
party, patent licenses or assignments, or options thereto, in
any invention made in iNholeor in part by a Federal em
ployee under the agreement, retaining a nonexclusive,
nontransfcrrable, irrevocable, paid-up license to practice the
invention or have the invention practiced throughout the world
by or on behalf of the Government and such other righta as the
Federal laboratory deems appropriate; and

Public Law 99-502
99th Congress

91-139 0 - S6 (519)
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Regulations.

Small business.

Business and
industry.
International
agreements.

"(S) waive. subject to reservation by the Government of a
nonexclusive. irrevocable. paid-up license to practice the inven
tion or have the invention practiced throughout the world by or
on behalf of the Government. in advance. in whole or in part,
any right of ownership which the Federal Government may
have to any subject invention made under the agreement by a
collaborating party or employee of a collaborating party; and

''(4) to the extent consistent with any applicable agency
requirements and standards of conduct. permit employees or
former employees of the laboratory to participate 'in efforts to
commercialize inventions they made while in the service of the
United States.

"(c) CONTRACT CONSIDERATIONS.-(l) A Federal agency-may issue
regulations on suitable procedures for implementing the provisions
of this section; however. implementation of this section shall not be
delayed until issuance of such regulations.

"(2) The agency in permitting a Federal laboratory to enter into
agreements under this section shall be guided by the purposes of
this Act.

"CSI(A) Any agency using the authority given it under subsection
(a) shall review employee standards of conduct for resolving poten
tial conflicts of interest to make sure they adequately establish
guidelines for situations likely to arise through the use of this
authority, including but not limited to cases where present or
former employees or their partners negotiate licenses or assign
ments of titles to inventions or negotiate cooperative research and
development agreements with Federal agencies (including the
agency with which the employee involved is Or was formerly
employed).

"(B) If. in implementing subparagraph (A), an agency is unable to
resolve potential conflicts of interest within its current statutory
framework. it shall propose necessar}' statutory changes to be for
warded to its authorizing committees In Congress.

"(4)The laboratory director in deciding what cooperative research
and development agreements to enter into shall-

"(Al give special consideration to small business firms. and
consortia involving small business firms; and

"(B) give preference to business units located in the United
States which agree that products embodying inventions made
under the cooperative research and development agreement or
produced through the use of such inventions wilt be manufac
tured substantially in the United States and. in the case of any
industrial organization or other person subject to the control of
a foreign company Of government. as appropriate. take into
consideration whether or not such foreign government permits
United States agencies, organizations. or other persons to enter
into cooperative research and development agreements and
licensing agreements.

"(5)(A) If the head of the agency or his designee desires an
opportunity to disapprove or require the modification of any such
agreement, the agreement shall provide a 3o-day period within
which such action must be taken beginning on the date the agree
ment is presented to him or her by the head of the laboratory
concerned.

"(B) In any case in which the head of an agency or his designee
disapproves or requires the modification of an agreement presented
under this section, the head of the agency or such designee shall
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transmit a written explanation of such disapproval or modification
to the head of the laboratory concerned.

"(6) Each agency shallmaintain a record of all agreements.en- Records.
tered into under this section. .

"(d) DEFlNrrION.-As used in this section-e-
"(1) the term 'cooperative research and development agree

ment' means any agreement between one or more Federal
laboratories and one or more non-Federal parties under which
the Government, through its laboratories, provides personnel,
services, facilities, equipment, or other resources with or with
out reimbursement (but not funds to non-Federal parties) and
the non-Federal parties provide funds, personnel, services,
facilities, equipment, or other resources toward the conduct of
specified research or development efforts which are consistent
with the missions of the laboratory; except that such term does
not include a procurement contract or cooperative agreement as
those terms are used in sections 6303, 6304, and 6305of title 31,
United States Code;and

"(2) the term 'laboratory' means a facility or group of facili
ties owned, leased, or otherwise used by a Federal agency, a
substantial purpose of which is the performance of research,
development, or engineering by employees of the Federal
Government.

"(e) DETERMINATION OF LABORATORY MISSIONs.-For purposes of
this section, an agency shall make separate determinations of the
mission or missions of each of its laboratories.

"(I) RELATIONSHIP TO OrHER LAws.-Nothing in this section is
intended to limit or diminish existing authorities of any agency.".
SEC. 3. ESTABLISHMENT OF FEDERAL LABORATORY CONSORTIVM FOR

TECHNOLOGY TRANSFER.

Section 11of the Stevenson-Wydler Technology Innovation Act of
1980(15U.S.C. 3710) is amended- Post. p. 1701.

(1)by redesignating subsection (e)as subsection (I); and
(2)by inserting after subsection (d) the following:

"(e) EsTABLISHMENT OF FEDERAL LABORATORY· CONSORTIUM FOR
TECHNOLOGY TRANSFER.-(J) There is hereby established the Federal
Laboratory Consortium tor Technology Transfer (hereinafter re
ferred to as the 'Consortium') which. in cooperation with Federal
Laboratories and the private sector, shall- .

"(A) develop and (with the consent of the Federal laboratory
concerned) administer techniques, training courses, and mate
rials concerning technology transfer to increase the awareness
of Federal laboratory employees regarding the commercial
potential of laboratory technology and innovations;

"(B) furnish advice and assistance requested by Federal agen
cies and laboratories for use in their technology transfer pro
grams (including the planning of seminars for small business
and other industry);

U(C) provide a clearinghouse for requests, received at the
laboratory level. for technical assistance from States and units
of local governments. businesses. industrial development
organizations. not-fer-profit organizations .lncluding univer
sities, Federal agencies and laboratories, and other persons,
and-

"(i) to the extent that such requests can be responded to
with published information available to the National Tech-



100 STAT. 1788 PUBLIC LAW 99-502.......OCT. 20, 1986

Reports.

nical Information Service, refer such requests to that Serv-
ice. and .

"(ii) otherwise refer these requests to the appropriate
Federal laboratories and agencies;

"!OI facilitate communication and coordination .between
Offices of Research and Technology Applications of Federal
laboratories;

"(E) utilize (with the consent of the agency involved) the
expertise and services of the National Science Foundation. the
Department of Commerce, the National Aeronautics and Space
Administration. and other Federal agencies, as necessary;

"(F) with the consent of any Federal laboratory, facilitate the
use by-such laboratory of appropriate technology. transfer
mechanisms such as personnel exchanges and computer-based
systems;

"(GI with the consent of any Federal laboratory, assist such
laboratory to establish programs using technical volunteers to
provide technical assistance to communities related to such
laboratory;

"(HI facilitate communication and cooperation between Of
fices of Research and Technology Applications of Federal lab
oratories and regional, State, and local technology transfer
organizations; . .

"(1) when requested. assist colleges or universities, businesses,
nonprofit organizations. State or local governments, or regiona I
organizations to establish programs to stimulate research and
to encourage technology transfer in such areas as technology
program development, curriculum design, long-term research
planning, personnel needs projections, and productivity assess-
ments; and., .

"(JI seek advice in each Federal laboratory consortium region
from representatives of State and local governments, large and
small business, universities, and other appropriate persons on
the effectiveness of the program (and.any such advice shall be .
provided at no expense to the Government).

"(2) The membership of the Consortium shall consist of the Fed
eral laboratories described in clause (1) of subsection (b) and such
other laboratories as may choose to join the Consortium. The rep
resentatives to the Consortium shall include a senior staff member
of each Federal laboratory which is a member of the Consortium
and a representative appointed from each Federal agency with one
Ormore member laboratories.

"(3)The representatives to tlheConsortium shall elect a Chairman
of the Consortium.

"(4) The Director of the National Bureau of Standards shall
provide the Consortium, on a reimbursable basis, with administra
tive services, such as office space, personnel, and support services of
the Bureau, as requested by the Consortium and approved by such
Director.

"(5) Each Federal laboratory or agency shall transfer technology
directly to users or representatives of users, and shall not transfer
technology directly to the Consortium. Each Federal laboratory
shall conduct and transfer technology only in accordance with the
practices and policies of the Federal agency which owns, leases, or
otherwise uses such Federal laboratory.

"(6)Not later than one year after the date of the enactment of this
subsection, and every year thereafter, the Chairman of the Conser-
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tium shall submit a report to the President, to the appropriate
authorization and appropriation committees of both Houses of the
Congress. and to each agency with respect to which a transfer of
funding is made (for the fiscal year or years involvedI under para
graph (7), concerning the activities of the Consortium and the
expenditures made by it under this subsection during the year for
which the report is made;

"(7)(A) Subject to subparagraph (B), an amount equal to 0.005
percent of that portion of the research and development budget of
each Federal agency that is to be utilized by the laboratories of such
agency for a fiscal year referred to in subparagraph (Bxii) shall be
transferred by such agency to the National Bureau of Standards at
the beginning of the fiscal year involved. Amounts so transferred
shall be provided by the Bureau to the Consortium for the purpose
of carrying out activities of the Consortium under this subsection.

"(B) A transfer shall be made by any Federal agency under
subparagraph (Al. for any fiscal year, only if-

"(i) the amount so transferred by that agency (as determined
under such subparagraph) would exceed $10,000; and

"(ii) such transfer is made with respect to the fiscal year 1987,
1988.1989, 1990,or 1991.

"(C) The heads of Federal agencies and their designees, arid the
directors of Federal laboratories. may provide such additional sup
port for operations of the Consortium as they deem appropriate.

"(8XA) The Consortium shall use 5 percent of the funds provided
in paragraph (7)(Al to establish demonstration projects in tech
nology transfer. To carry out such projects, the Consortium may
arrange for grants or awards to, or enter into agreements with,
nonprofit State, local, or private organizations Or entities whose
primary purposes are to facilitate cooperative research between the
Federal laboratories and organizations not associated with the FPd·
eral laboratories, to transfer technology from the Federal labora
tories, and to advance State and local economic activity.

"tB) The demonstration projects established under subparagraph
(A)shall serve as model programs. Such projects shall be designed to
develop programs and mechanisms for technology transfer from the
Federal laboratories which may be utilized by the States and which
wil\ enhance .Federal, State, and local programs for the transfer of
technology.

"(C) Application for such grants, awards, or agreements shall be
in such form and contain such information as the Consortium or its
designee shall specify.

"(0) Any person who receives or utilizes any proceeds of a grant or Record•.
award made, or agreement entered into, under this paragraph shall
keep such records as the Consortium or its designee shall determine
are necessary and appropriate to facilitate effective audit and
evaluation. including records which fully disclose the amount and
disposition of such proceeds and the total cost of the project in
connection with which such proceeds were used.".
SEC.4. UTILIZATION OF FEDERALTE<..1fNOLOGY.

(a) RESPONS1BIWTY FOR TECHNOLOGY TRANSFER.-Section l1(a) of
the Stevenson-Wydler Technology Innovation Act of 1980 (15 U.S.C.
371O(a)) is amended-

(1) by inserting "(1)" after "PowCY.-"; and
(2) by adding at the end thereof the following new

paragraphs:
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State and local
governments.

(2) Technology transfer. consistent with mission responsibil
ities, is a responsibility of each laboratory science and engineering
professional.

"(:!) Each laboratory director shall ensure that efforts to transfer
technology are considered positively in laboratory job descriptions.
employee promotion policies, and evaluation of the job performance
of scientists and engineers in the laboratory.".

(b) RESEARCH AND TECHNOLOGY ApPI.lCATIONS OFFICES.-(ll Section
Iltb) of such Act (15 U.S.C. 3710(b)) is amended-

(Al by striking out "a total annual budget exceeding
$20,000,000 shall provide at least one professional individual
full-time" and inserting in lieu thereof "200 or more full-time
equivalent scientific. engineering, and related technical posi
tions shall provide one or more full-time equivalent positions";

(B) by insetting immediately before the next to last sentence
the following new sentence: "Furthermore, individuals filling
positions in an Office of Research and Technology Applications
shall be included in the overall laboratory/agency management
development program so as to ensure that highly competent
technical managers are full participants in the technology
transfer process.H;

(CI by strikinlf out "requirements set forth in (l) and/or (21 of
this subsection' in the next to last sentence and inserting in
lieu thereof "requirement set forth in clause (2)of the preceding
sentence'Yand

(0) by striking out "either requirement (1) or (2)" in the last
sentence and inserting in lieu thereof "such requirement".

(2) Section I ltc) of such Act (15 U.S.C. 3710(c)) is amended
(AI by striking out paragraph (l) and inserting in lieu thereof

the following:
"t I) to prepare application assessments for selected research

and development projects in which that laboratory is engaged
and which in the opinion of the laboratory may have potential
commercial applications;";

(BI by striking out "the Center for the Utilization of Federal
Technology" in paragraph (31 and inserting in lieu thereof "the
National Technical Information Service, the Federal Labora
tory Consortium for Technology Transfer,", and by striking out
"and" after the semicolon;

(e) by striking out "in response to requests from State and
local government officials." in paragraph (4) and inserting in
lieu thereof "to State and local government officials; and"; and

(O! by inserting immediately after paragraph (4) the following
new paragraph:

"(5) to participate, where feasible, in regional, State. and local
programs designed to facilitate or stimulate the transfer .of
technology for the benefit of the region, State. or local jurisdic
tion in which the Federal laboratory is located."

(el DISSEMINATION OF TECHNICAL INFORMATloN.-Section l ltd) of
such Act (15 U.S.C.371O<d» is amended-

(1) by striking out "(d)" and all that follows down through
"shall-" and inserting in lieu thereof the following:

(d) DISSEMINATION OF TECHNICAL INFORMATloN.-The National
Technical Information Service shall-e-";

(2)by striking out paragraph (2);
(3)bv striking out "existing" in paragraph (3), and redesignat

ing such paragraph as paragraph (2);
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(4) by striking out paragraph (4) and inserting in lieu thereof
the following:

"(a) receive requests for technical assistance from State and
local governments. respond to such requests with published
information available to the Service, and refer such requests to
the Federal Laboratory Consortium for TechnologyTransfer to
the extent that such requests require a response involving more
than the published information available to the Service;";

(5) by redesignating paragraphs (5) and (6) as paragraphs (4)
and (51, respectively; and

(6) b)' striking out "(c)(41" in paragraph (4) as so redesignated
and inserting in lieu thereof "(c)(3)".

(d) AGENCY REPORTING.-Section 11(0 of such Act (15 U.S.C.
371O(e)) (as redesignated by section 3(1) of this Act) is amended-

(1) by striking out "prepare biennially a report summarizing
the activities" in the first sentence and inserting in lieu thereof
"report annually to the Congress. as part of the agency's annual
budget submission. on the activities"; and

(2) by striking out the second sentence.

SEC. 5. FUNCTIONS 0.' THE SECRETAllY OF C()~Un;RCE.

Section 11 of the Stevenson-Wydler Technology Innovation Act of
1980 (as amended by the preceding provisions of this ,Act) is further
amended by adding at the end thereof the following new subsection:

"(gl FUNCTIONS OF THE SECRETARY.-(1) The Secretary, in consulta
tion with other Federal agencies, may-

UtA) make available to interested agencies the expertise of the
,.»Department of Commerce regarding the commercial potential of

inventions and methods and options for commercialization
which are available to the Federal laboratories, including re
search and development limited partnerships;

"(B) develop and disseminate to appropriate agency and lab
oratory personnel model provisions for use on a voluntary basis
in cooperative research and development arrangements; and

"(C) furnish advice and assistance, upon request. to Federal
agencies concerning their cooperative research and develop
ment programs and projects.

00(2) Two years after the date of the enactment of this subsection
and every two years thereafter. the Secretary shall submit a sum
mary report to the President and the Congress on the use by the
agencies and the Secretary of the authorities specified in this Act.
Other Federal agencies shall cooperate in the report's preparation.

001.3) Not later than one year after the date of the enactment of the
Federal Technology Transfer Act of 1986. the Secretary shall submit
to the President and the Congress a report regarding-

UtA) any copyright provisions or other types of barriers which
tend to restrict or limit the transfer of federally funded com
puter software to the private sector and to State and local
governments, and agencies of such State and local governments;
and

"(B) the feasibility and cost of compiling and maintaining a
current and comprehensive inventory of all federally funded
training software:'.

State and loca!
governments.

Reports.

15 USC 3710.

Reports.

Reports.

Copyrijrhta.
State and loca I
governments.



100 STAT. 1792

15 USC 37l0b.

-.....'~
15 USC 37100.

Effective date.
Federal
Register,
publication.

Regulations.

PUBLIC LAW 99-502-0CT. 20, 1986

SEC. 6. REWARDS FOR S(~IENTIFIC. ~;N(aN~:EKING. AND n;CIINICAL
I'~:RSONNELOR ~'Eot;RAL AGESCI~;S.

The Stevenson-Wydler Technology Innovation Act of 1980 (as
amended by the preceding provisions of this Act) is further amended
by inserting after section 12the following new section:
"SEC. 13. REWARDS FOR SCIENTIFIC. EN(;IN~;ERIN(;. ANIJ TECHNICAL

PERSONNEL O~' FEDERAL AG~;NCIES.

"The head of each Federal agency that is making expenditures at
a rate of more than $50,000,000 per fiscal year for research and
development in its Government-operated laboratories shall use the
appropriate statutory authority to develop and implement a cash
awards program to reward its SCientific, engineering, and technical
personnel for-«

''(1) inventions, innovations, or other outstanding scientific or
technological contributions of value to the United States due to
commercial application or due to contributions to missions of .
the Federal agency or the Federal government, or

"(2) exemplary activities that promote the domestic transfer
of science and technology development within the Federal
Government and result in utilization of such science and tech
nology by American industry or business, universities, State or
local governments, or other non-Federal parties.".

SEC. 7.IlISTRIBUTION OF ROYALTIES RECEIVED RY n;IJERAL AGENCIES.

The Stevenson-Wydler Technology Innovation Act of 1980 (as
amended by the preceding provisions of this Act) is further amended
by inserting after section 13 t.hefollowing new section:
''SEC. 14. D1STItIRUTION OF· ROYALTn;S R~:n:IVED BY n:m:RAL

Ac.:NCIES.

"(a) IN GENERAL.-(1) Except as provided in paragraphs (2) and (4),
any royalties or other income received by a Federal agency from the
licensing or assignment of inventions under agreements entered
into under section 12, and inventions of Government-operated Fed
erallaboratories licensed under section 207 of title 35, United States
Code, or under any other provision of'law, shall be retained by the
agency whose laboratory produced the invention and shall be dis
posed of as follows:

"(AXi) The head of the agency or his designee shall pay at least 15
percent of the royalties or other income the agency receives on
account of any invention to the inventor (or co-inventors) if the
inventor (or each such co-inventor) was an employee of the agency at
the time the invention was made. This clause shall take effect on the
date of the enactment of this section unless the agency publishes a
notice in the Federal Register within 90 days of such date indicating
its election to file a Notice of Proposed Rulemaking pursuant to
clause (ii),

"(ii) An agency may promulgate, in accordance with section .55:1 of
title 5, United States Code, regulations providing for an alternative
program for sharing royalties with inventors who were employed by
the agency at the time the invention was made and whose names
appear on licensed inventions. Such regulations must-

"(1) guarantee a fixed minimum payment to each such inven
tor, each year that the agency receives royalties from that
inventor's invention;
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"(Ill provide a percentage royalty share to each such inventor,
each year that the agency receives royalties from that inven
tor's invention in excess of a threshold amount;

"tlIll provide that total payments to all such inventors shall
exceed 15 percent of total agency royalties in any given fiscal
year; and

"(IV) provide appropriate incentives from royalties for those
laboratory employees who contribute substantially to the tech
nical development of a licensed invention between the time of
the filing of the patent application and the licensing of the
invention.

"(iii) An agency that has published its intention to promulgate Regulatione.
regulations under clause (ii) may elect not to pay inventors under
clause (il until the expiration of two years after the date of the
enactment of this Act or until the date of the promulgation of such
regulations, whichever is earlier. If an agency makes such an elec-
tion and after two years the regulations have not been promulgated.
the agency shall make payments (in accordance with clause (i)) of at
least 15 percent of the royalties involved, retroactive to the date of
the enactment of this Act. If promulgation of the regulations occurs
within two years after the date of the enactment of this Act,
payments shall be made in accordance with such regulations. retro-
active to the date of the enactment of this Act. The agency shall
retain its royalties until the inventor's portion is paid under either
clause (i) or (ii), Such royalties shall not be transferred to the
agency's Government-operated laboratories under subparagraph (8)
and shall not revert to the Treasury pursuant to paragraph (<!) as a

•.• result of any delay caused by rulemaking under this subparagraph.
"(8) The balance of the royalties or other income shall be trans

ferred by the agency to its Government-operated laboratories, with
the majority share of the royalties or other income from any inven
tion going to the laboratory where the invention occurred; and the
funds so transferred to any such laboratory may be used or obligated
by that laboratory during the fiscal year in which they are received
or during the succeeding fiscal year-

"(i) for payment of expenses incidental to the administration
and licensing of inventions by that laboratory or by the agency
with respect to inventions which occurred at that laboratory,
including the fees Or other costs for the services of other agen
cies, persons, or organizations for invention management and
licensing services;

"(ii) to reward scientific, engineering, and technical employ
ees of that laboratory;

"(iii) to further scientific exchange among the Government
operated laboratories of the agency; or

"(iv) for education and training of employees consistent with
the research and development mission. and objectives of the
agency, and for other activities that increase the licensing
potential for transfer of the technology of the Government
operated laboratories of the agency.

Any of such funds not so used or obligated by the end of the fiscal
year succeeding the fiscal year in which they are received shall be
paid into the Treasury of the United States.

"(2) If, after payments to inventors under paragraph (1), the
royalties received by an agency in any fiscal year exceed 5 percent of
the budget of the Government-operated laboratories of the agency
for that year, 75 percent of such excess shall be paid to the Treasury
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of the United States and the remaining 25 percent may be used or
obligated for the purposes described in clauses (i) through (iv) of
paragraph (1)(B) during that fiscal year or the succeeding fiscal year.
Any funds not so used or obligated shall be paid into the Treasury of
the United States.

"(31 Any payment made to an employee under this section shall be
in addition to the regular pay of the employee and to any other
awards made to the employee, and shall not affect the entitlement
of the employee to any regular pay, annuity, or award to which he is
otherwise entitled or for which he is otherwise eligible or limit the
amount thereof. Any payment made to an inventor as such shall
continue after the inventor leaves the laboratory or agency. Pay
ments made under this section shall not exceed $100,000 per year to
anyone person, unless the President approves a larger award (with
the excess over $100,000 being treated as a Presidential award under
section 4504 of title 5, United States Code).

"(4) A Federal agency receiving royalties or other income as a
result of invention management services performed for another
Federal agency or laboratory under section 207 of title 35, United
States Code, shall retain such royalties or income to the extent
required to offset the payment of royalties to inventors under clause
(i) of paragraph <1J(A), costs and expenses incurred under clause Ii)of
paragraph (1)(B), and the cost of foreign patenting and maintenance
for such invention performed at the request of the other agency or
laboratory. All royalties and other income remaining after payment
of the royalties, costs, and expenses described in the preceding
sentence shall be transferred to the agency for which the services
were performed, for distribution in accordance with clauses (i)
through (iv)of paragraph (1)(B).

"(b) CERTAIN ASSIGN1I1IENTS.-If the invention involved was one
assigned to the Federal agency- .

"(1) by a contractor, grantee, or participant in a cooperative
agreement with the agency, or

"(2) by an employee of the agency who was not working in the
laboratory at the time the inventon was made,

the agency unit that was involved in such assignment shall be
considered to be a laboratory for purposes of this section.

"(c) REPORTS.-(1) In making their annual budget submissions
Federal agencies shall submit, to the appropriate authorization and
appropriation committees of both Houses of the Congress, sum
maries of the amount of royalties Or other income received and
expenditures made (including inventor awards) under this section.

"(2) The Comptroller General, five years after the date of the
enactment of this section, shall review the effectiveness of the
various royalty-sharing programs established under this section and
report to the appropriate committees of the House of Representa
tives and the Senate, in a timely manner, his findings, conclusions,
and recommendations for improvements in such programs.".

SEC. 8. E)IPLOYEE ACTIVITIES.

The Stevenson-Wydler Technology Innovation Act of 1980 (as
amended by the preceding provisions of this Act) is further amended
by inserting after section ~.4 the following new section:

"SEC. 15. EMPLOYEE ACTIVITIES.

Uta) IN GENERAL.-If a Federal agency which has the right of
ownership to an invention under this Act does not intend to tile for
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a patent application or otherwise to promote commercialization of
such invention, the agency shall allow the inventor, if the inventor
is a Government employee or former employee who made t.he inven
tion during the course of employment with the Government, to
retain title to the invention (subject to reservation by the Govern
ment of a nonexclusive, nontransferrable, irrevocable, paid-up
license to practice the invention or have the invention practiced
throughout the world by or on behalf of the Government). In
addition. the, agency may condition the inventor's right to title on
the timely filing of a patent application in cases when the Govern
ment determines that it has or may have a need to practice the
invention.

"Ib) DEFINITloN.-For purposes of this section, Federal employees
include 'special Government employees' as defined in section 202 of
title 18. United States Code.

"(c) RELATIONSHIP TO OrnER Lxws.e-Nothing in this section is
intended to limit or diminish existing authorities of any agency.".
SEC. 9. MISCELLA:-iEO!iS ASD C():-i.·OR~II:-iG AMEND~IE:-iTS.

(a) REPEAL OF NATIONAL INDUSTRIAL TECHNOLOGY Boaan-c-Section
to of the Stevenson-Wydler Technology Innovation Act of 1980 <I5
U.S.C. 3709) is repealed. '

(b) CHANGES IN TERMINOLOGY OR ADMINISTRATiVE STRUCTURE.-(l)
Section 3(2) of the Stevenson-Wydler Technology Innovation Act of
1980 is amended by striking out "centers for industrial technology" 15 USC 3702,
and inserting in lieu thereof "cooperative research centers".

(2)Section 4 of such Act is amended- 15 USC :J70a.
(A) by striking out "Industrial Technology" in paragraph (1)

and inserting in lieu thereof "Productivity, Technology, and
Innovation":

'lE) by striking out .. 'Director' means the Director of the
Office oflndustrialTechnology" in paragraph (3) and inserting
in lieu thereof" 'Assistant Secretary' means the Assistant Sec
retary for Productivity, Technology, and Innovation";

IC) by striking out "Centers, for Industrial Technology" in
paragraph (4) and inserting in lieu thereof "Cooperative
Research Centers";

(D) by striking out paragraph (6), and redesignating para
graphs (7) and (8) as paragraphs (6) and (7), respectively; and

(E) by striking out "owned and funded" in paragraph (6)as so
redesignated and inserting in lieu thereof "owned, leased, or
otherwise used by a Federal agency and funded".

(3) Section S(a) of such Act is amended by striking out "Industrial 15 USC 3704.
Technology" and inserting in lieu thereof "Productivity, Tech
nology, and Innovation".

(4)SectionStb) of such Act is amended by striking out "DIRECTOR"
and inserting in lieu thereof "ASSISTANT SECRETARY", and by strik
ing out "a Director of the Office" and all that follows and inserting
in lieu thereof "an Assistant Secretary for Productivity, Technology.
and Innovation.".

(5)SectionStc) of such Act is amended-
(A) by striking out "the Director" each place it appears and

inserting in lieu thereof "the Assistant Secretary";
(B) by redesignating paragraphs (7) and (8) as paragraphs (9)

and (10), respectively; and
(C)by inserting immediately after paragraph (6) the following

new paragraphs:
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"(7) encourage and assist the creation of centers and other
joint initiatives by State of local governments, regional
organizations, private businesses, institutions of higher
education, nonprofit organizations, or Federal laboratories to
encourage technology transfer, to stimulate innovation, and to
promote an appropriate climate for investment in technology
related industries;

"(8) propose and encourage cooperative research involving
appropriate Federal entities, State or local governments, re
gional organizations, colleges or universities, nonprofit
organizations, or private industry to promote the common use of
resources, to improve training programs and curricula, to
stimulate interest in high technology careers, and to encourage
the effective dissemination of technology skills within the wider
community;".

(6) The heading of section 6 of such Act is amended to read as
follows:
"SEC. 6. COOPERATIVE RESEARCH CENTERS."

(7) Section 6(a)of such Act is amended by striking out "Centers for
Industrial Technology" and inserting in lieu thereof "Cooperative
Research Centers".

(8) Section 6(b)(1) of such Act is amended by striking out "basic
and applied". . '

(9)Section 6(e)of such Act is amended to read as follows:
"(e) RESEARCH AND DEVELOPMENT UTILIZATION.-In the promotion

of technology from research and development efforts by Centers
under this section, chapter 18 of title 35, United States Code, shall
apply to the extent not inconsistent with this section,".

(1OJ Section 6( f) of such Act is repealed.
(11) The heading Of section 8 of such Act is amended by striking

out "CENTERS FOR INDUSTRIAL TECHNOLOGY" and inserting in lieu
thereof "COOPERATIVE RESEARCH CENTERS".

(12) Section 8(a) of such Act is amended by striking out "Centers
for Industrial Technology" and inserting in lieu thereof "Coopera
tive Research Centers".

(13) Section 19 of such Act (as redesignated by section 2 of this
Act) is amended by striking out "pursuant to this Act" and inserting
ill lieu thereof "pursuant to the provisions of this Act (other than
sections 12, 13,and 14)".

(c) RELATED CONFORMING AMENDMENT.-Section 210 of title :In,
United States Code, is amended by adding at the end thereof the
following new subsection:

"(e) The provisions of the Stevenson-Wydler Technology Innova
tion Act of 1980, as amended by the Federal Technology Transfer
Act of 1986, shall take precedence over the provisions of this chapter
to the extent that they permit or require a disposition of rights in
subject inventions which is inconsistent with this chapter.".

(d) ADDITIONAL Dsrrxmoxs.c-Sectfon 4 of such Act (as amended
by subsection (1)(2) of this section) is further amended by adding at
the end thereof the following new paragraphs:

"(8) 'Federal agency' means any executive agency as defined
in section 105 of title 5, United States Code, and the military
departments as defined in section 102 of such title.

"(9) 'Invention' means any invention or discovery which is or
may be patentable or otherwise protected under title 35, United
States Code. or any novel variety of plant which is or may be
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protectable under the Plant Variety Protection Act (7 U.S.C.
2321 et seq.),

"(10) 'Made' when used in conjunction with any invention
means the conception or first actual reduction to practice of
such invention.

"(11) 'Small business firm' means a small business concern as
defined in section 2 of Public Law 85-536 (15 U.S.C. 632) and
implementing regulations of the Administrator of the Small
Business Administration.

"(121 'Training technology' means computer software and
related materials which are developed by a Federal agency to
train employees of such agency, including but not limited to
software for computer-based instructional systems and for inter
active video disc systems.".

(e) REDESIGNATION OF SECTIONS To REFLECT CHANGES MADE BY
PItECEDING PROVISIONS.-(1) Such Act (as amended by the preceding
provisions of this Act) is further amended by redesignating sections
11through 19as sections 10 through 18, respectively.

(2)(A) Section 5(d) of such Act is amended by inserting "(as then in
effect)" after "sections 5, 6, 8, 11, 12,and 13of this Act".

(B) Section 8(a) of such Act is amended by striking out the last
sentence.

(C) Section 9(d) of such Act is amended by striking out "or 13" and
inserting in lieu thereof "10, 14,or 16".

(3)Section 13<al(1) of such Act (as redesignated by paragraph (1) of
this subsection) is amended by striking out "section 12" in the
'matter preceding subparagraph (A) and inserting in lieu thereof
"section 11".

(4) Section 18 of such Act (as redesignated by paragraph (1) of this
subsection) is amended by striking out "sections 12, 13,and 14" and
inserting in lieu thereof "sections 11, 12,and 13".

(I) CLARIFICATION 01' FINDINGS AND PURPO$ES.-(l) The second
sentence of section 2(10) of such Act (15 U.S.C. 3701(10» is amended
by inserting ". which include inventions. computer software, and
training technologies," immediately after "developments".

(2) Section 3(3) of such Act (15 U.S.C. 3702(:m is amended by
inserting ", including inventions. software, and training tech
nologies," immediately after "developments".

Approved October 20, 1986.
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Public Law 98-620
98th Congress

An Act

HANDOUT 2-8

98 STAT: :l:l:l5

To amend titlt':lK United. States Code. with r~PE"CttQ the places when> court sball be
held in certain judicial districts. and for ether purposes.

Be it enacted by the Senate and House of Representotlre.• of the
United States ofAmerica in Congress assembled.

TITLE I

SHORT TITLE

SEC. 101. This title may be cited as the "Trademark Clarification
Act of 19~4".

AMENDMENT TO THE TRADEMARK ACT

SEC. 102. Section 14(c) of the Trademark Act of 1946, commonly
known as the Lanham Trademark Act (15 U.S.C. 1064(c)) is amended
by adding before the semicolon at the end of such section a period
and the following: "A registered mark shall not be deemed to be the
common descriptive name of goods or services solely because such
mark is also used as a name of or to identify a unique product or
service. The primary significance of the registered mark to the
relevant public rather than purchaser motivation shall be the test
for determining whether the registered mark has become the

..common descriptive name of goods or services in connection with
which it has been used".

DEFINITIONS

SEC. 103. Section 45 of such Act 1I5 U.S.C. 1127) is amended as
follows:

(I) Strike out "The term 'trade-mark' includes any word,
name, symbol, or device or any combination thereof adopted
and used by. a manufacturer or merchant to' identify his goods
and distinguish them from those manufactured or sold by
others." and insert in lieu thereof the following: "The term
'trademark' includes any word. name, symbol, or device or any
combination thereof adopted and used by a manufacturer or
merchant to identify and distinguish his goods, including a
unique product, from those manufactured or sold by others and
to indicate the source of the goods. even if that source is
unknown.".

(2)Strike out "The term 'service mark' means a mark used in
the sale or advertising of services to identify the services of one
person and distinguish them from the services of others." and
insert in lieu thereof the following: "The term 'service mark'
means a mark used in the sale or advertising orservices to
identify and distinguish the services of one person, including a
unique service, from the services of others and to indicate the
source of the services, even ifthat source is unknown.".

Nov. lo(, lll~.t------ ._- .. --_._--
IH.R.HI,.:II

Trademark
Clarification Act
ofl!t-'t

lit USC'- wra
note.
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(3) Add at the end of subparagraph (b) in the paragraph which
begins "A mark shall be deemed to be 'abandoned''', the follow
ing new sentence: "Purchaser motivation shall not be a test for
determining abandonment under this subparagraph.".

JUDGMENTS

15 USC 1064
note.

State Justice
Institute Act of
1984.

42 USC 10701
note.

42 USC 10701.

Corporation.
42 USC 10702.

SEC. 104. Nothing in this title shall be construed to provide abasis
for reopening of any final judgment entered prior to the date of
enactment of this title. .

TlTLEIl

SHORT TITLE

SEC. 201.This title may be cited as the "State Justice Institute Act
of 1984".

DEFINITIONS

SEC. 202. As used in this title, the term-
(1) "Board" means the Board of Directors of the Institute;
(2) "Director" means the Executive Director of the Institute;
(3) "Governor" means the Chief Executive Officer of a State;
(4) "Institute" means the State Justice Institute;
(5) "recipient" means any grantee, contractor. or recipient of

financial assistance under thiS title;
(6) "State" means any State of the United States, the District

of Columbia. the Commonwealth of Puerto Rico. the Virgin
Islands, Guam. American Samoa, the Northern Mariana
Islands, the Trust Territory of the Pacific Islands. and any other
territory or possession of the United States; and

(7) "Supreme Court" means the highest appellate court
within a State unless. for the purposes of this title. a constitu
tionally or legislatively established judicial council acts in place
of that court.

ESTABLISHMENT OP INSTITUTE; DUTIES

SEC. 203. (a) There is established a private nonprofit corporation
which shall be known as the State Justice Institute. The purpose of
the Institute shall be to further the development and adoption of
improved judicial administration in State courts in the United
States. The Institute may be incorporated in any State pursuant to
section 204(aIl6) of this title. To the extent consistent with the
provisions of this title. the Institute may exercise the powers con
ferred upon a nonprofit corporation by the laws of the State in
which it is incorporated.

(bl The Institute shall-
. (11 direct a national program of assistance designed to assure

each person ready access to a fair and effective system of justice
by providing funds to-

IAIState courts;
(BI national organleations which support and are sup

ported by State courts; and
IC)any other nonprofit organization that will support and

achieve the purposes of this title;
121 foster coordination and cooperation with the Federal judi

ciary in areas of mutual concern;
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Federal
Rf'~i~tf>r,

publication.

(:II promote recognition of the importance of the separation of
powers doctrine to an independent judiciary; and

(41 encourage education for judges and support personnel of
State court systems through national and State organizations,
including universities.

(c) The Institute shall not duplicate functions adequately per
formed by existing nonprofit organizations and shall promote, on
the part of agencies of State judicial administration. responsibility
for the success and effectiveness of State court improvement pro
grams supported by Federal funding.

Cdl The Institute shall maintain its principal offices in the State in
which it is incorporated and shall maintain therein a designated
agent to accept. service of process for the Institute. Notice to or
service upon the agent shall be deemed notice to or service upon the
Institute;

(el The Institute. and any program assisted by the Institute. shall
be eligible to be treated as an organization described in section
170(c1(21(BI of the Internal Revenue Code of 1954 (26 U.S.C.
170(cl(2)cBII and as an organization described in section 50\(c)(:I) of
the Internal Revenue Code of 1954 C26 U.S.C. 5011c)(3)) which is
exempt from taxation under section 501Cal of such Code (26 U.S.C.
50l(all. If such treatments are conferred in accordance with the
provisions of such Code. the Institute. and programs assisted by the
Institute. shall be subject to all provisions of such Code relevant to
the conduct of organizations exempt from taxation. .

(f) The Institute shall afford notice and reasonable opportunity for
comment to interested parties prior to issuing rules. regulations.
guidelines. and instructions under this title. and it shall publish in
the Federal Register. at least thirty days prior to their effective
date. all rules, regulations. guidelines. and instructions.

BOARD OF DlREcrORs

SEC. 204. (anl) The Institute shall be supervised by a Board of 42 USC 1070'1.
Directors. consisting of eleven voting members to be appointed by
the President. by and with the advice and consent of the Senate. The
Board shall have both judicial and nonjudicial members. and shall.
to the extent practicable. have a membership representing a variety
of backgrounds and reflecting participation and interest in the
administration of justice.

12'The Board snail consist of-
IAI six judges. to be appointed in the manner provided in

paragraph C:1I;
IBI one State court administrator. to be appointed in the

manner provided in paragraph c31; and
ICI four members from the public sector, no more than two of

whom shall be of the same political party. to be appointed in the
manner provided in paragraph c41. '

I:II The President shall appoint six judges and one State court
administrator from a Jist of candidates submitted to the President
by the Conference of Chief Justices. The 'Conference of Chief Jus
tices shall submit a list of at least fourteen individuals, including
judges and State court administrators, whom the conference consid
ers best qualified to serve on the Board. Whenever the term of any
of the members of the Board described in subparagraphs tAl and 181
terminates and that member is not to be reappointed to a new term,
and whenever a vacancy otherwise occurs among those members.
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Prohibition.

the President shall appoint a new member from a list of throe
qualified individuals submitted to the President bv the ('onft· ...-nce
of Chief Justices. The President may reject any li,t of individuals
submitted by the Conference under this paragraph and. if such a list
is so rejected. the President shall request the Conference to submit
to him another list of qualified individuals. Prior to consulting wit h
or submitting a list to the President. the Conference of Chief .lus
tices shall obtain and consider the recommendations of all inter
ested organizations and individuals concerned with the administra
tion of justice and the objectives of this title.

141 In addition to those members appointed under paragraph 1:\1,
the President shall appoint four members from the public sector to
serve on th.. Board.

I~I The President shall make the initial appointments of members
of the Board under this subsection within ninetv davs after tilt'
effective date of this title. In the case of any other uppolntrnent of a
member. the President shall make the appointment not later than
ninety days after the previous term expires or the vacancy occurs. as
the case mav be. The Conference of Chief Justicos shall submit lists
of candidates under paragraph I:U in a timely manner so that the
appointments can be made within the time periods specified in this
paragraph.

IHI The initial members of the Board of Directors shall be the
incorporators of the Institute and shall determine the Stat" in
which the Institute is to be incorporated.

Ibll \I Except as provided in paragraph 121. the term of each voting
member of the Board shall be three veal's. Each member of the
Board shall continue to serve until th~ successor to such member
has been appointed and qualified.

121 Five of the members first appointed by the President shall
serve for a term of two years. Any member appointed to serve an
unexpired term which has arisen by virtu" of the death, disability,
retirement. or resignation of a member shall be appointed only for
such unexpired term. but shall be eligible for reappointm"nt.

1:11 The term of initial members shall commence from t he date of
the first meeting of the Board. and the term of each member other
than an initial member shall commence from th .. date of termina
tion of the preceding term.

ICI No member shall be reappointedto more than two consecutive
tprms immediately following such member's initial term.

Idl Members of the Board shall serve without compensation. hut
shall be reimbursed for actual and necessarv expenses incurred in
the performance of their official duties.

leI The members of the Board shall not. bv n-ason of such mem
bership, be considered officers or employees of the United Stun-s.

In Each member of the Board shall be entitl..d to on.. vote. A
simple majority of the membership shall constitute a quorum for the
conduct of business. The Board shall act upon the concurr..nee of a
simple majority of the membership present and voting.

'g' The Board shall select from among the voting members of the
Board a chairman. th .. first of whom shall serve for a term of three
vears. Thereafter. the Board shall annuallv ,·I,·ct a chairman [rom
among its voting members, .

lh' A member of the Board rnav be removed bv a vote of seven
members for malfeasance in office. persistent twglt·et of. or inahi lity
to discharge duties, or for any offense involvina rnornl turpitude, hut
for no other CHUS€'.



PUBLIC LAW 98-620-NOV. 8, 1984 98 STAT. a:1a9

(i) Regular meetings of the Board shall be held quarterly. Special
meetings shall be held from time to time upon the call of the
chairman. acting at his own discretion or pursuant to the petition of
any seven members.

(j) All meetings of the Board, any executive committee of the
Boord; and any council established in connection with this title,
shall be open and subject to the requirements and provisions of
section 552bof title 5, United States Code. relating to open meetings.

(k) In its direction and supervision of the activities of the Institute,
the Board shall-

(l I establish policies and develop such programs for the Insti
tute that will further the achievement of its purpose and per
formance of its functions;

12) establish policy and funding priorities and issue rules,
regulations, guidelines. and instructions pursuant to such
priorities;

(3)appoint and fix the duties of the Executive Director of the
Institute. who shall serve at the pleasure of the Board and shall
be a nonvoting ex officiomember of the Board;

(4) present to other Government departments, agencies. and
instrumentalities whose programs or activities relate to the
administration of justice in the State judiciaries of the United
States, the recommendations of the Institute for the improve
ment of such programs or activities;

(51 consider and recommend to both public and private agen
cies aspects of the operation of the State courts of the United
States considered worthy of special study; and .

(6) award grants and enter into cooperative agreements or
contracts pursuant to section 206(a).

OFFICERS AND EMPLOYEES

SEC. 205. (a)(1) The Director, subject to general policiesestablished 12 FS(' 10704.
by the Board, shall supervise the activities of persons employed by
the Institute and may appoint and remove such employees as he
determines necessary to carry out the purposes of the Institute. The
Director shall be responsible for the executive and administrative
operations of the Institute, and shall perform such duties as are
delegated to such Director by the Board and the Institute.

(21 No political test or political qualification shall be used in
selecting, appointing, promoting, or taking any other personnel
action with respect to any officer. agent, or employee of the Insti
tute. or in selecting or monitoring any grantee, contractor. person.
or entity receiving financial assistance under this title.

(b)Officers and employees of the Institute shall be compensated at
rates determined by the Board, but not in excess of the rate of level
V of the Executive Schedule specified in section ,,316 of title 5,
United States Code.

(cUll Except as otherwise specifically provided in this title, the
Institute shall not be considered a department. agency, or instru
mentality of the Federal Government.

(2) This title does not limit the authority of the Office of Manage
ment and Budget to review and submit comments upon the Insti
tute's annual budget request at the time it is transmitted to the
Congress.
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5 USC ~IOI. 8301
et.seq ..
8iOl (Ot seq..
~9111 e seq.

42 USC 10705.

Researchand
development.

Public
. information.

Education.

Education.

Idlill Except as provided in paragraph I~I. officers and employees
of the Institute shall not be considered officers or employees of th£'
United States.

I~I Officers and employees of the Institute shall be considered
officers and employees of the United States solely for the purposes of
the following provisions of title ;j. United States Code: Subchapter I
of chapter HI (relating to compensation for work injuriesi; chapter
B:llrelating- to civil service retirement I; chapter Xi rrelating to life
insurance': and chapter XlI I relating- to health insurnncei, The Insti
tute shall make contributions under the provisions referred to in
this subsection at the same rates applicable to agencies of the
Federal Government.

(el The Institute and its officers and employees shall be subject to
the provisions of section ~~2 of title ~. United States Code, relating
to freedom of information.

GRANTS AND CONTRACTS

SEC. 201i. (al The Institute is authorized to award grants and enter
into cooperative ag-reements or contracts. in a manner consistent
with subsection tbi, in order to-

ill conduct research. demonstrations. or special projects per
taining to the purposes described in this title. and provide
technical assistance and training in support of tests. dernonstra
tions. and special projects;

121 serve as a clearinghouse and information center, where
not otherwise adequately provided, for the preparation. publica
tion. and dissemination of information regarding State judicial
systems:

l:ll participate in joint projects with other agencies. including
the Federal Judicial Center, with respect to the purposes of this
title;

141 evaluate. when appropriate. the programs and projects
carried out under this title to determine their impact upon the
quality of criminal. civil, and juvenile justice and the extent to
which they have met or failed to meet the purposes and policies
of this title;

1;;1 encourage and assist in the furtherance of judicial
education;

Hi) encourage. assist, and .serve in a consulting capacity to
State and local justice system agencies in the development.
maintenance, and coordination of criminal. civil. and juvenile
justice programs and services; and

lil be responsible for the certification of national programs
that are intended to aid and improve State judicial systems.

tb) The Institute is empowered to award grants and enter into
cooperative agreements or contracts as follows:

il' The Institute shall give priority to grants. cooperative
agreements, or contracts with-

IAIState and local courts and their agencies,
(BI national nonprofit organizations controlled by.operat

ing in conjunction with. and serving the judicial branches of
State governments; and

(CInational nonprofit org-anizations for the education and
training of judges aR4-support personnel of the judicial
branch of State governments.
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'2) The Institute may, if the objective can better be served
thereby. award grants or enter into cooperative agreements or
contracts with-

IAI other nonprofit organizations with expertise in judi-
cial administration;

IBI institutions of higher education;
lei individuals, partnerships, firms, or corporations; and
IDI private agencies with expertise in judicial administra-

tion.
,:ll Upon application by an appropriate Federal. State, or local

agency or institution and if the arrang..ments to be made by
such agency or institution will provide services which could not
be provided adequately through nongovernmental arrange
ments, the Institute may award a grant or enter into a.coopera
tive agreement or contract with a unit of Federal, State, or local
government other than a court.

14 I Each application for funding by a State or local court shall
be approved. consistent with State law, by the State's supreme
court, or its designated agency or council, which shall rec..ive,
administer. and be accountable for all funds awarded bv the
Institute to such courts. .

leI Funds available pursuant to grants. cooperative agreements, or
contracts awarded under this section may be used-

'Ii to assist State and local court systems in establishing
appropriate procedures for the selection and removal of judges
and other court personnel and in determining appropriate
levels of compensation;

121 to support education and training programs lin judges and
other court personnel, for the performance of their general
duties and for specialized functions, and to support national and
regional conferences and seminars for the dissemination of
information on new developments and innovative techniques;

,:li to conduct research on alternative means for using nonju
dicial personnel in court decisionmaking activities, to imple
rnent demonstration programs to test innovative approaches,
and to conduct evaluations ofthei .. effectiveness;

141 to assist State and local courts in meeting requirements of
F..derallaw applicable to recipients of Federal funds;

''-,1 to support studies of the appropriateness and efficacy of
court organizations and financing structures in particular
States. and to enable States to implement plans for improved
court organization and finance;

II;' to support State court planning and budgeting stuffs and to
provide technical assistance in resource allocation and service
forecasting' techniques;

,;, to support studies of the adequacy of court management
systems in State and local courts and to implement and evalu
nte innovative responses to problems of record management.
data processing. court personnel management, reporting and
transcription of court proceedings, and juror utilization and
mnnagement:

I~I to collect and compile statistical data and other informs
tion on the work of the courts and on the work of other agenci es
which relate to and effect the work of courts;

I!)'to conduct studies of the causes of trial and appr-llut« court
delay in resolving cases. and to establish and evaluate experi
mental programs for reducing case processing time;

Educntton.

Education.

Research IIl1d
development.
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1101 to develop and test methods for measuring the perform
ance of judges and courts and to conduct experiments in the use
of such measures to improve the functioning of such judges and
courts:

I111 to support studies of court rules and procedures, discovery
devices. and evidentiary standards. to identify problems with
the operation of such rules. procedures. devices. and standards.
to devise alternative approaches to better reconcile the require
mentsof due process with the need for swift and certain justice.
and to test the utility of those alternative approaches;

1121 to support studies of theoutcomes of cases in selected
subject matter areas to identify instances in which the sub
stance of justice meted out by the courts diverges from public
expectations of fairness. consistency, or equity. to propose alter
native approaches to the resolving of cases in problem areas.
and to test and evaluate those alternatives;

(I:ll to support programs to increase court responsiveness to
the needs of citizens through citizen education, improvement of
court treatment of witnesses, victims. and jurors. and develop
ment of procedures for obtaining and using measures ofpublic
satisfaction with court processes to improve court performance;

11~ I to test and evaluate experimental approaches to provid
in!l increased citizen access to justice. including processes which
reduce the cost of litigating common grievances and alternative
techniques and mechanisms for resolving disputes between citi
zens; and

11;;1 to carry out such other programs. consistent with the
pur"oses of this title. as may be deemed appropriate by the
Institute. .

ldl The Institute shall incorporate in any grant. cooperative agree
ment. or contract awarded under this section in which a State or
local judicial system is the recipient•. the requirement that the
recipient provide a match. from private or public sources, not less
than ;;0 per centum of the total cost of such grant, cooperative
agreement, or contract. except that such requirement may be
waived in exceptionally rare circumstances upon the approval ofthe
chief justice of the highest court of the State and a majority of the
Board of Directors.

'el The Institute shall monitor and evaluate. or provide for inde
pendent evaluations of. programs supported in whole or in part
under this title to ensure that the provisions of this title. the bylaws
of the Institute. and the applicable rules. regulations, and guidelines
promulgated pursuant to this title, are carried out.

Study. 10 The Institute shall provide for an tndependent study of the
financial and technical assistance programs under this title.

42 USC 10706.

I.tMITATIONS ON GRANTS AND CONTRACTS

SEC. 20i. lal With respect to grants made and contracts 01' coopera
tive agreements entered into under this title, the Institute shall-

111 ensure that no funds made available to recipients by the
Institute shall be used at any time. directly or indirectly. to
inlluence the issuance. amendment. or revocation of nnv Execu
tive order or similar promulgation by any Federal. State. or
local agl·ncy. or to undertake to influence the passage or defeat
of any It>gislation or constitutional urnendment hy the Cong-fess
of t he United Stutes, or by any Stall' 01' locul leaislnt ive body. or
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any State proposal by initiative petition, or of any referendum.
unless a governmental agency. legislative body. a committee. or
a member thereof-

(A) requests personnel of the recipients to testify. draft, or
review measures or to make representations to such
agency. body,committee. or member; or

(B) is considering a measure directly affecting the activi
ties under this title of the recipient or the Institute;

(2) ensure all personnel engaged in grant. cooperative agree
ment or contract assistance activities supported in whole or part
by the Institute refrain, white so engaged, from any partisan
political activity; and

(3) ensure that each recipient that files with the Institute a
timely application for refunding is provided interim funding
necessary to maintain. its current level of activities untit

(A) the application for refunding has been approved and
funds pursuant thereto received; 01'

(B) the application for refunding has been finally denied
in accordance with section 9 of this title.

(b) No funds made available by the Institute under this title.
either by grant, cooperative agreement. or contract. may be used to
support or conduct training programs for the purpose of advocating
particular nonjudicial public policies or encouraging nonjudicial
political activities.

(c) The authorization to enter into cooperative agreements.icon
tracts or any other obligation under this title shall be effective only
to the extent. and in such amounts, as are provided in advance in

_Alppropriation Acts.
td) To ensure that funds made available under this Act are used to

supplement and improve the operation of State courts, rather than
to support basic court services, funds shall not be used-

t l) to supplant State or local funds currently supporting a
program or activity; or

(2) to construct court facilities or structures, except to
remodel existing facilities to demonstrate new architectural or
technological techniques, or to provide temporary facililies for
new personnel or for personnel involved in a demonstration or
experimental program.

RESTRICTIONS ON ACTIVITIES OF THE INSTITUTE

SEC. 208. (a)The Institute shall not- 42 usc [(17117.
111 participate in litigation unless the Institute or a recipient

of the Institute is a party, and shall not participate on behalf of
any client other than itself;

(2) interfere with the independent nature of any State judicial
system orallow financial assistance to be used for the funding
of regular judicial and administrative activities of any State
judicial system other than pursuant to the terms of any grant.
cooperative agreement, or contract with the Institute. consist
ent with the requirements of this title; or

13' undertake to influence the passage or defeat of any legisla
tion by the Congress of the United States or by any State or
local legislative body. except that personnel of the Institute may
testify or make other appropriate communication-

tA) when formally requested to do so by a legislative
body, committee. or a member thereof:
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42 USC 10708.

42 USC 10709.

42 USC 10710.

I BI in connection with legislation or appropriations
directly affecting the activities of the Institute; or

Ie) in connection with legislation or appropriations deal·
ing with improvements in the State judiciary, consistent
with the provisions ofthis title.

(b)(1) The Institute shall have no power to issue any shares of
stock, or to declare or pay any dividends.

(2) No part of the income or assets of the Institute shall enure to
the benefit of any director, officer. or employee, except as reasonable
compensation for services or reimbursement for expenses.

(3) Neither the Institute nor any recipient shall contribute or
make available Institute funds or program personnel or equipment
to any political party or association, or the campaign of any candi
date for public or party office.

(4) The Institute shall not contribute. or make available Institute
funds or program personnel or equipment for use in advocating or
opposingany ballot measure. initiative, or referendum.

(c) Officers and employees of the Institute or of recipients shall not
at any time intentionally identify the Institute or the recipient with
any partisan or nonpartisan political activity associated. with a
political party or association, or the campaign of any candidate for
public or party office.

SPECI"L I'ROCEDURES

SEC. 209. The Institute shall prescribe procedures to ensure that-
(1) financial assistance under thlstitle shall not be suspended

unless the grantee, contractor, person, or entity receiving finan
cial assistanceunder this title has been given reasonable notice
and opportunity to show cause why such actions should not be
taken; and

(21 financial assistance under this title shall not be termi
nated, an application for refunding shall not be denied, and a
suspension of financial assistance .shall not be continued for
longer than thirty days, unless the recipient has been afforded
reasonable notice and opportunity for a timely, full, and fair
hearing, and, when requested, such hearing shall be conducted
by an independent hearing examiner. Such hearinll shall be
held prior to any final decision by the Institute to terminate
financial assistance or suspend or denr funding. Hearing exam
iners shall be appointed by the Inetitute in accordance with
procedures established in regulations promulgated by the
Institute. .

PRESIDEN'nAL COORDINATION

SEC. 210. The President may, to the extent not inconsistent with
any other applicable law, direct that appropriate support functions
of the Federal Government may be made available to the Institute
in carrying out its functions under this title.

RECORDS AND REPORTS

SEC. 211. (a) The Institute is authorized to require such reports as
it deems necessary from any recipient with respect to activities
carried out pursuant to this title.

Ibl The Institute is authorized to prescribe the keeping of records
with respect to funds provided by any grant, cooperative agreement,
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or contract under this title and shall have access to such records at
all reasonable times for the purpose of ensuring compliance with
such grant, cooperative agreement, or contract or the terms and
conditions upon which financial assistance was provided. .

Ic)Copies of all reports pertinent to the evaluation, inspection, or
monitoring of any recipient shall be submitted on a timely basis to
such recipient, and shall be maintained in the principal office of the
Institute for a period of at least five years after such evaluation,
inspection, or monitoring. Such reports shall be available for public
inspection during regular business hours, and copies shall be fur
nished, upon request, to interested parties upon payment of such
reasonable fees as the Institute may establish.

Idl Non-Federal funds received by the Institute, and funds re
ceived for projects funded in part by the Institute or by any recipient
from a source other than the Institute, shall be accounted for and
reported as receipts and disbursements separate and distinct from
Federal funds.

AUDITS

SEC. 212. (all1l The accounts of the Institute shall be audited
annually. Such audits shall be conducted in accordance with gener
ally accepted auditing. s.tandards by independent certified public
accountants who are certified by a regulatory authority of the
jurisdiction in which the audit is undertaken. '

121 The audits shall be conducted at the place or places where the
accounts of the Institute are normally kept. All books, accounts,
financial records, reports, files, and other papers or property belong
ing to or in use by the Institute and necessary to facilitate the audits

.."shall be made available to the person or persons conducting the
audits. The full facilities for verifying transactions. with thebal
ances and securities held by depositories, fiscal agents, and custo
dians shall be afforded to any such person.

131 The report of the annual audit shall be filed with the General
Accounting Office and shall be available for public inspection during
business hours at the principal officeof the Institute.

<bHll In addition to the annual audit, the financial transactions of
the Institute for any fiscal ~ear during which Federal funds are
available to finance any portion of its operations may be audited by
the General Accounting Office in accordance with such rules and
regulations as may be prescribed by the Comptroller General of the
United States.

121 Any such audit shall be conducted at the place or places where
accounts of the Institute are normally kept. The representatives of
the General Accounting Office shall have access to all books, ac
counts, financial records. reports, files, and other papers or property
belonging to or in use by the Institute and necessary to facilitate the
audit. The full facilities for verifying transactions with the balances
and securities held by depositories, fiscal agents, and custodians
shall be afforded to such representatives. All such books, accounts,
financial records. reports, files, and other papers or property of the
Institute shall remain in the possession and custody of the Institute
throughout the period beginning on the date such possession or
custody commences and ending three years after such date, but the
General Accounting Office may require the retention of such books,
accounts, financial records, reports, files, and other papers or prop
erty for a longer period under section 352:I<cl of title 31, United
States Code.

Puhlic
availability.

42 USC 10711.

Report.
Public
availability.
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Public
availability.

(31 A report of such audit shall be made by the Comptroller
General to the Congress and to the Attorney General, together with
such recommendations with respect thereto as the Comptroller
General deems advisable.

(cl(1) The Institute shall conduct, or require each recipient to
provide for, an annual fiscal audit. The report of each such audit
shall be maintained for a period of at least five years at the
principal officeof the Institute.

(2) The Institute shall submit to the Comptroller General of the
United States copies of such reports, and the Comptroller General
may, in addition, inspect the books, accounts. financial records, files,
and otherpapers or property belonging to or in use by such grantee;
contractor, person, or entity, which relate to the disposition or use of
funds received from the Institute. Such audit reports. shall be avail
able for public inspection during regular business hours, at the
principal officeof the Institute.

REPORT ElY ATI'ORNEY GENERAL·

42 USC 10712. SEC. 213. On October I, 1987, the Attorney General, in con
sultation with the Federal Judicial Center, shall transmit to the
Committees on the Judiciary of the Senate and the House of Repre
sentatives a report on the effectiveness of the Institute in carrying
out the duties specified in section 203(b). Such report shall include
an asses.sment of the cost effectiveness of the program as a whole
and, to the extent practicable, of individual grants, an assessment of
whetber the restrictions and limitations specified in sections 207
and 208 have. been respected, and such recommendations as the
Attorney General, in consultation with the Federal Judicial Center,
deems appropriate.

AMENDMENTS TO OTHER LAWS

(1)striking out "and" at the end of paragraph (31;
(21 striking out the period at the end of paragraph (41 and

inserting in lieu thereof ", and", and
(3) inserting the following new paragraph (5) at the end

thereof:
"(5) Insofar as may be consistent with the performance of the

other functions set forth in this section, to cooperate with the State
Justice Institute in the establishment and coordination of research
and programs concerning the administration of justice.".

SEC. 214. Section 620(bl off title 28, United States Code, is amended
by-

42 USC 10713.

AUTHORIZATIONS

SEC. 215. There are authorized to be appropriated to carry out the
purposes of this title. $1:1.000,000 for fiscal year \!lilli, $1i;,OOO,OOO for
fiscal year 1987, and $15,000,000 for fiscal year 1!11l!l.

42 USC 10701
note.

IIFFECTIVE DATE

SEC. 216. The provisions of this title shall take effect on October 1,
1985.
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SI!C. 301. This title may be cited as the "Semiconductor Chip 17 l'SI,' !'n\ note.
Protection Act ofl984", ,

PROTECTION 011' SEMICONDUCTOR CHIPPRODUcrs

SBl:. 302, Title 17,United StatesCode,is amended by adding at the Compll'm
end thereof the following new chapter: .

"CHAPTER 9-PROTECTION OJI' SEMICONDUCTOR
CHIP PRODUCTS

"Sec;
"901.. Defmitiona.
"902. Subjectmatter or protection.
"903. Ownenhip andtranlf'er.
"904; Duration of- protectiOD.
"905. Exclusive rights,in 'lDIUIkworu.
"906. Limitation on eKclUlive righte:reverie engineering; first sale.
"907.Limitation on e..llllive righlo: inn....nt infringement.
''908. fteaiotrationorclaimo or protection,
1"909. Mask work -notice.
"910. Enfcm:ement oreKcllllive rightL
"911. Civil lICtions.
''SI2. Relation to other Ia....
''SI3. Transitional plOVilion&
"914, International _tional proviaions.

~ ·~"1I901. Dennltlonl 17 USC !lOt.

"(a) Aaused in this chapter--
"(1) a 'semiconductor chip product' is the fmal or intermedi

ate form of any product-
"(A) having two or more layers of metallic, insulating, or

semiconductor material, deposited or otherwise placed on,
or etched away or otherwise removed from, a piece of
semiconductor material in accordance with a predeter
mined pattem; and

"(B) intended. to perform electronic circuitry, functions;
"(2)a 'mask work' is a series of related Images, however fixed

or encoded-
"(A) having or representinfr the predetermined. three

dimeDllional pattam of metallic, insulating, or semiconduc
tor material 'present or removed from the layers of a semi
conductor Chip product; and

"(B) in which series the relation of the images to one
another is that each image has the pattem of the surface of
one form of the semiconductor chip product;

"(3) a mask work is 'fixed' in a semiconductor chip product
when' ita.embodiment. in the product is sufficiently permanent
or stable to permit the mask work to be perceived or reproduced
from the product for a period of more than transitory duration;

"(4) to 'distribute' means to sell, or to lease. bail, or otherwise
transfer, or to otTer to sell, lease, bail, or otherwise transfer;

"(5) to 'commercially exploit' a mSISk work is to distribute to
the public for commercial purposes a semiconductor chip prod
uct embodying the mask work; except that such term includes
an otTer to sell or transfer a semiconductor chip product only
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17 USC 902.

President
of U.S.

when the offer is in writing and occurs after the mask work is
fixed in the semiconductor chip product;

"(61 the 'owner' of a mask work is the person who created the
mask work, the legal representative of that person if that
person is deceased or under a leaal incapacity, or a party to
whom all the rights under this chapter of such person or
representative are transferred in accordance with section
903(bl; except that, in the case of a work made within the scope
of a person's employment, the owner is the employer for whom
the person created the mask work or a party to whom all the
rights under this chapter of the employer are transferred in
accordance with section 903(bl;

"(7) an 'innocent purchaser' is a person who purchases a
semiconductor chip product in good faith and without having
notice of protection with respect to the semiconductor chip
product;

"(8) having 'notice of protection' means having actual knowl
edge that, or reasonable grounds to believe that, a mask work is
protected under this chapter; and

"(91 an 'infringing semiconductor chip product' is a semicon
ductor chip product which is made, imported, or distributed in
violation of the exclusive rights of the owner of a mask work
under this chapter. .

"(b) For purposes of this chapter, the distribution or importation
of a product incorporating a semiconductor chip product as a part
thereof is a distribution or importation of that semiconductor chip
product.

"§ 902, Subject matter of protection
"(a~l) Subject to the pro.visions of subsection (b), a mask work

fixed in a semiconductor chip product, by or under the authority of
the owner of the mask work, is eligible for protection under this
chapter if-

"(A) on the date on which the mask work is registered under
section 908, or is first commercially exploited anywhere in the
world, whichever occurs first, the owner of the mask work is I iI
a national or domiciliary of the United States, (iiI a national,
domiciliary, or sovereign authority of a foreign nation that is a
party to a treaty affording protection to mask works to which
the United States is also a party, or (iii) a stateless person,
wherever that person may be domiciled;

''(8) the mask work is first commercially exploited in the
United States; or

"(e) the mask work comes within the scope of a Presidential
proclamation issued under paragraph (21.

"(2) Whenever the President finds that a foreign nation extends,
to mask works of owners Who are nationals or domiciliaries of the
United States protection (AI on substantially the same basis as that
on which the foreign nation extends protection to mask works of its
own nationals and domiciliaries and mask works first commercially
exploited in that nation, or (8) on substantially the same basis as
provided in this chapter, the President may by proclamation extend
protection under this chapter to mask works HI of owners who are,
on the date on which the mask works are registered under section
908, or the date on which the mask works are first commercially
exploited anywhere in the world, whichever occurs first, nationals,
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domiciliaries, or sovereign authorities of that nation •.or (ii) which
are first commercially exploited in that nation.

"(bl Protection under this chapter shall not be available fora
mask work that-

"(1) is not original; or
"121 consists of designs that are staple, commonplace. or famil- .

iar in the semiconductor industry, or variations of such designs,
combinedin a way that, considered as a whole, is not original.

"(cl In no case does protection under this chapter for a mask work
extend to any idea. procedure, process, system, method of operation,
concept, principle, or discovery, regardless of the form in which it is
described. explained. illustrated, or embodied in such work.

"§ 903.Owne....hip, transfer, licensing, and recordation l711SC !Ill:!.

"(a) The exclusive rights in a mask work subject to protection
under this chapter belong to the owner of the mask work.

"(b) The owner of the exclusive rights in a mask work may
transfer all of those rights. or license all or less than all of those
rights, by any written instrument signed by such owner or a duly
authorized agent of the owner. Such rights may be transferred or
licensed by operation of law. may be bequeathed by will. and may
pass as personal property by the applicable laws of intestate
succession.

"(cl(1) Any document pertaining to a mask workmay be recorded
in the Copyright Office if the document tiled for recordation bears

. the actual signature of the person who executed it, or if it is
accompanied by a sworn or official certification that it.is a true copy

.of the original, signed document. The Register of Copyrights.shall,
upon receipt of the document and the fee specified pursuant to
section 90S(d). record the document and return it with a certificate
of recordation. The recordation of any transfer or license under this
paragraph gives all persons constructive notice of the facts stated in
the recorded document concerning the transfer or license.

"(2) In any case in which conflicting transfers of the exclusive
rights in a mask work are made, the transfer first executed shall be
void as against a subsequent transfer which is made for a valuable
consideration and without notice of the first transfer, unless the
first transfer is recorded in accordsnce with paragraph (1) within
three months after the date on which it is executed. but in no case
later than the day before the date of such subsequent transfer.

"td) Mask works prepared by an officer or employee of the United
States Government as part of that person's official duties are not
protected under this chapter, but the United States Government is
not precluded from receiving and holding exclusive rights in mask
works transferred to the Government under subsection tb),

"§904. Duration of protection 17 PSC 904-

"(a) The protection provided for a mask work under this chapter
shall commence on the date on which the mask work is registered
under section 908. or the date on which the mask work is first
commercially exploited anywhere in the world. whichever occurs
first.

"(bl Subject to subsection (c)and the provisions of this chapter. the
protection provided under this chapter to a mask work shall end ten
years after the date on which such protection commences under
subsection (at,
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"(c) All terms of protection provided in this section shall run to
the end ofthe calendar year in which they would otherwise expire.

"§ 905. Exclusive rights in mask works
"The owner of a mask work provided protection under this chap

ter has the exclusive rights to do and to authorize any of the
following:

"(1) to reproduce the mask work by optical. electronic. or any
other means;

"(2) to import or distribute a semiconductor chip product in
which the mask work is embodied; and

"(3) to induce or knowingly to cause another person to do any
of the acts described in paragraphs (I) and (2).

"§ 90S. Limitation on exclusive rights: reverse engineering; first
sale

"Ia) Notwithstanding the provisions of section 90S, it is not an
infringement of the exclusive rights of the owner of a mask work
for-

"(I) a person to reproduce the mask work solely for the
purpose of teaching, analyzing, or evaluating the concepts or
techniques embodied in the mask work or the circuitry, logic
flow, or organization of components used in the mask work; or

"(2) a person who performs the analysis or evaluation
described in paragraph (ll to incorporate the results of such
conduct in an original mask work which is made to be
distributed.

"(b) Notwithstanding the provisions of section 905(2l, the owner of
a particular semiconductor chip product made by the owner of the
mask work, or by any person authorized by the owner of the mask
work, may import, distribute, or otherwise dispose of or use, but not
reproduce, that particular semiconductor chip product without the
authority of the owner of the mask work.

"§ 907.Limitation on exclusive rights: innocent infringement
"(a) Notwithstanding any other provision of this chapter, an

innocent purchaser of an infringing semiconductor chip product-
"(ll shall incur no liability under this chapter with respect to

the importation or distribution of units of the infringing semi
conductor chip. product that occurs before the innocent pur
chaser has notice of protection with respect to the mask work
embodied in the semiconductor chip product; and

"(2) shall be liable only for a reasonable royalty on each unit
of the infringing semiconductor chip product that the innocent
purchaser imports or distributes after having notice of protec
tion with respect to the mask work embodied in the semiconduc
tor chip product.

"(b)The amount of the royalty referred to in subsection (aH21 shall
be determined by the court in a civil action for infringement unless
the parties resolve the issue by voluntary negotiation, mediation, or
binding arbitration.

"(c) The immunity of an innocent purchaser from liability re
ferred to in subsection (a)(\) BInd the limitation of remedies with
respect to an innocent purchaser referred to in subsection (a)(2)
shall extend to any person who directly or indirectly purchases an
infringing semiconductor chip product from an innocent purchaser.
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"(d) The provisions of subsections (a). (b), and (c) apply only with
respect to those units of an infringing semiconductor chip product
that an innocent purchaser purchased before having notice of pro
tection with respect to the mask work embodied in the semiconduc
tor chip product.

..§ 908.RegistraUon of claims or protection
"(a) The owner of a mask work may apply to the. Register of

Copyrights for registration of a claim of protection in a mask work.
Protection of a mask work under this chapter shall terminate if
application for. registration of a claim of protection in the mask
work is not made as provided in this chapt.er within two years after
the date on which the mask work is first commercially exploited
anywhere in the world,

"(h) The Register of Copyrights shall be responsible for all admin
istrative functions and duties under this chapter. Except for section
708, the provisions of chapter 7 of this title relating to the general
responsibilities, organization, regulatory authority. actions. records,
and publications of the Copyright Office shall apply to this chapter,
except that the Register of Copyrights. may make such changes as
may be necessary in applying those provisions to this chapter.

"(c)The application for registration of a mask work shall be made
on a form prescribed by the Register of Cojlyrights. Such form may
require any information regarded by the Kegister as bearing upon
the preparation or identification of the mask work. the existence or
duration of protection of the mask work under this chapter, or
ownership of the mask work. The application shall be accompanied
by the fee set pursuant to subsection (d)and the identifying material

'" ·specified pursuant to such subsection.
"(dl The Register of Copyrights shall by regulation set reasonable

fees for the filing of applications to register claims of protection in
mask works under this chapter, and for other services relating to
the administration of this chapter or the rights under this chapter,
taking into consideration the cost of providing those services, the
benefits of a public record, and statutory fee schedules under this
title. The Register shall also specif}' the identifying material to be
de~ited in connection with the claim for registration.

'(e) If the Register of Copyrights, after examining an application
for registration, determines. in accordance with the provisions of
this chapter. that the application relates to a mask work which is
entitled to protection under this chapter. then the Register shall
register the claim of rrotection and issue to the applicant a certifi
cate of registration 0 the claim of protection under theseal of the
Copyright Office. The effective date of registration of a claim of
protection shall be the date on which an application. deposit of
identifying material. and fee. which are determined by the Register
of Copyrights or by a court of competent jurisdiction to be acceptable
for registration of the claim, have all been received in the Copyright
Office.

"If) In any action for infringement under this chapter. the certifi
cate of registration of a mask work shall constitute prima facie
evidence III of the facts stated in the certificate. and (21 that the
applicant issued the certificate has met the requirements of this
chapter. and the regulations issued under this chapter. with respect
to the registration of claims.

"lg) Any applicant for registration under this section who is
dissatisfied with the refusal of the Register of Copyrights to issue a

17 USC 1111~.

Terminutlon.

17 USC 701
et seq.

Regulations.

Effective dnte.

Prima facie
evidence.
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certificate of registration under this section may seek judicial
review of that refusal by bringing an action for such review in an
appropriate United States district court not later than sixty days
after the refusal. The provisions of chapter 7 of title:; shall apply to
such judicial review. The failure of the Register of Copyrights to
issue a certificate of registration within four months after an appli
cation for registration is filed shall be deemed to be a refusal to issue
a certificate of registration for purposes of this subsection and
section 910(bIl2), except that, upon a showing of good cause. the
district court may shorten such four-month period.
"§ 909. Mask work notice

"(a) The owner of a mask work provided protection under this
chapter may affix notice to the mask work, and to masks and
semiconductor chip products embodying the mask work, in such
manner and location as to give reasonable notice of such protection.
The Register of Copyrights shall prescribe by regulation. as exam
pies, specific methods of affixation and positions of notice for pur
poses of this section. but these specifications shall not be considered
exhaustive. The affixation of such notice is not a condition of
protection under this chapter. but shall constitute prima facie evi
dence of notice of protection.

"(bl The notice refE'rred to in subsection (a) shall consist of
"(1) the words 'mask force'. the sumbol 'M', or the symbol

19 (the letter M in a circle); and
"(2) the name of the owner or owners of the mask work or an

abbreviation by which the name is recognized or is generally
known.

"§ 910. Enforcement of exclusive rights
"(a) Except as otherwise provided in this chapter, any person who

violates any of the exclusive rights of the owner of a mask work
under this chapter. by conduct in or affecting commerce. shall be
liable as an infringer of such rights.

"(bl(1)The owner of a mask work protected under this chapter. or
the exclusive licensee of all rights under this chapter with respect to
the mask work. shall. after a certificate of registration of a claim of
protection in that mask work has been issued under section 908. be
entitled to institute a civil action for any infringement with respect
to the mask work which is committed after the commencement of
protection of the mask work under section 904(a).

"(2) In any case in which an application for registration of a claim
of protection in a mask work and the required deposit of identifying
material and fee have been received in the Copyright Office in
proper form and registration of the mask work has been refused. the
applicant is entitled to institute a civil action for Infringement
under this chapter with respect to the mask work if notice of the
action. together with a copy of the complaint, is served on the
Register of Copyrights. in accordance with the Federal Rules of Civil
Procedure. The Register may. at his or her option. become a party to
the action with respect to the issue of whether the claim of protec
tion is eligible for registration by entering an appearance within
sixty days after such service, but the failure of the Register to
become a party to the action shall not deprive the court of jurisdic
tion to determine that issue.

"(c)(ll The Secretary of the Treasury and the United States Postal
Service shall separately or jointly issue regulations for the enforce-
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ment of the rights set forth in section !lO;, with respect to importa
tion, These regulations may require. as a condition for the exclusion
of.articles from the United States. that the person seeking exrlusion
take anyone or more of the following actions:

"IAI Obtain a court orderenjoining, or an order of th.. Inter
national Trade Commission und..r section :l:17 of the Tariff Act
of 1930excluding. importation of the articles. I" \,5(' 1:::1,.

"(8) Furnish proof that the mask work involved is prot..cted
under this chapter and that the importation of the art icles
would infringe the rights in the mask work under this chapter.

"ICI Post a surety bond for any injury that may result if the
detention or exclusion of the articles proves to be unjust ifisd,

"(2) Articles imported in violation of the rights set forth in section S"intr" "",I
905 are subject to seizure and forfeiture in the same manner as r"d'·''''''·
property imported in violation of the customs laws. Any such for-
feited articles shall be destroyed as directed by the Secretary of the
Treasury or the court. as the case may be. except that the articles
may be returned to the country of export whenever it is shown to
the satisfaction of the Secretary of the Treasury that the importer
had no reasonable grounds for believing that his or her acts consli-
tuted a violation of the law.

"!l911. Civil actions 17 us<'HII.

"(a) Any court having jurisdiction of a civil action arising under
this chapter may grant temporary restraining orders. preliminary
injunctions. and permanent injunctions on such terms as the court
may deem reasonable to prevent or restrain infringement of the

.exclusive rights in a mask work under this chapter.
"Ib) Upon finding an infringer liable. to a person entitled under

section 91OIb)(\) to institute a civil action. for an infringement of
any exclusive right under this chapter. the court shall award such
person actual damages suffered by the person as a result of the
infringement. The court shall also award such person the infringer's
profits that are attributable to the infringement and are not taken
into account in computing the award of actual damages. In estab
lishing the infringer's profits. such person is required to present
proof only of the infringer's gross revenue, and the infringer is
required to prove his or her deductible expenses and the elements of
profit attributable to factors other than the mask work. .

"Ic) At any time before final judgment is rendered. a person
entitled to institute a civil action for illfring..ment may elect.
instead of actual damages and profits as provided by subsection rb),
an award of statutory damages for all infringements involved in the
action. with respect to anyone mask work for which anyone
infringer is liable individually, or for which any two or more infring
ers are liable jointly and severally, in an amount not more than
$250.000 as the court considers just.

"(d) An action for infringement under this chapter shall be barred
unless the action is commenced within three years after the claim
accrues.

"(1')(1) At any time while an action for infringement of the exclu
sive rights in a mask work under this chapter is pending, the court
may order the impounding, on such terms as it may deem reasona
ble, of all semiconductor chip products, and any drawings, tapes,
masks, or other products by means of which such products may be
reproduced, that are claimed to have been made, imported. or used
in violation of those exclusive rights. Insofar as practicable, applica-
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tions for orders under this paragraph shall be heard and determined
in the same manner as an application for a temporary restraining
order or preliminary injunction.

"(21 As part of a final judgment or decree, the court may order the
destruction or other disposition of any infringing semiconductor
chip. products, and any masks, tapes, or other articles by means of
which such products may be reproduced.

"(I) In any civil action arising under this chapter, the court in its
discretion may allow the recovery of full costs, including reasonable
attorneys' fees, to the prevailing party.
"§ 912. Relation to other laws

"(a) Nothing in this chapter shall affect any right or remedy held
by any person under chapters 1 through 8· of this title, or under
title 35.

"tb) Except as provided in section 90Rlb) of this title, references to
'this title' or 'title 17' in chapters 1 through 8 of this title shall be
deemed not to apply to this chapter.

"(cl The provisions of this chapter shall preempt the laws of any
State to the extent those laws provide any rights or remedies with
respect to a mask work which are equivalent to those rights or
remedies provided by this chapter, except that such preemption
shall be effective only with respect to actions filed on or after
January 1, 1986.

"(d) The provisions of sections 1338, 1400(a), and 1498 (b)and (c)of
title 28 shall apply with respect to exclusive rights in mask works
under this chapter.

"(e) Notwithstanding subsection (c), nothing in this chapter shall
detract from any rights of a mask work owner, whether under
Federal law (exclusive of this chapter) or under the common law or
the statutes of a State, heretofore or hereafter declared or enacted,
with respect to any mask work first commercially exploited before
July I, 1983.

"11913. Transitional provisions
"(a) No application for registration under section 908 may be filed,

and no civil action under section 910 or other enforcement proceed
ing under this chapter may be instituted, until sixty days after the
date of the enactment of this chapter.

"(b) No monetary relief under section 911 may be granted with
respect to any conduct that occurred before the date of the enact
ment of this chapter, except as provided in subsection (d),

"(cl Subject to subsection (a), the provisions of this chapter apply
to all mask works that are first commercially exploited or are
registered under this chapter, or both, on or after the date of the
enactment of this chapter. .

"(dH 11 Subject to subsection (a), protection is available under this
chapter to any mask work that was first commercially exploited on
or after July 1, 1983, and before the date of the enactment of this
chapter, if a claim of protection in the mask work is registered in
the Copyright Office before July I, 1985, under section 908.

"(2) In the case of any mask work described in paragraph U) that
is provided protection under this chapter, infringing semiconductor
chip product units manufactured before the date of the enactment of
this chapter may, without liability under sections 910 and 911, be
imported into or distributed in the United States, or both. until two
years after the date of registration of the mask work under section



PUBLIC LAW 98-620-NOV. R. 19R4 9R STAT. :l:liifi

908, but only if the importer or distributor, as the case may be. first
pays or offers to pay the reasonable royalty referred to in section
907(a)(2) to the mask work owner, on an such units imported or
distributed, or both. after the date of the enactment of this chapter.

"(3) In the event that a person imports or distributes infrin!(ing
semiconductor chip product units described in paragraph (21 of this
subsection without first paying or offering to pay the reasonable
royalty specified in such paragraph. or if the person refuses or fails
to make such payment, the mask work owner shall be entitled to the
relief provided in sections 910 and 911.

"§9U. International transitional provisiollls
"(a) Notwithstanding the conditions set forth in subparagraphs

(A) and IC) of section 902(a)(1) with respect to the availability of
protection under this chapter to nationals. dcmiciharies, and sever
eign authorities of a foreign nation. the Secretary of Commerce may,
upon the petition of any person. or upon the Secretary's own motion.
issue an order extending protection under this chapter to such
foreign nationals, domiciliaries, and sovereign authorities if the
Secretary finds-

"(1) that the foreign nation is making good faith efforts and
reasonable progress toward-

"(A) entering into a treaty described in section
902(a)(1lIA); or .

"(B) enacting legislation that would be incompliance
with subparagraph (A) or (B) of section 902(aX2); and

"(2) that the nationals, domiciliaries. and sovereign authori
ties of the foreign nation. and persons controlled by them. are
not engaged in the misappropnation, or unauthorized diatribu
tionor commercial exploitation, of mask works; and

"(3) that issuing the order would promote the purposes of this
chapter and international comity with respect to the protection
of mask works.

"(b) While an order under subsection (a) is in effect with respect to
a foreign nation, no application for registration of a claim for
protection in a mask work under this chapter may be denied solely
because the owner of the mask work is a national, domiciliary. or
sovereign authority of that foreign nation, or solely because the
mask work was first commercially exploited in that foreign nation.

"(c) Any order issued by the Secretery of Commerce under.subsec
tion (a) shall be effective for such period as the Secretary designates
in the order, except that no such order may be effective after the
date on which the authori!y of the Secretary of Commerce termi
nates under subsection (e).The effective date of any such order shall
also be designated in the order. In the case of an order issued upon
the petition of a person, such effective date may be no earlier than
the date on which the Secretary receives such petition.

"(d)(1) Any order issued under this section shall terminate if
"(A) the Secretary of Commerce finds that any of the condi

tions set forth in paragraphs (1), (2), and (S)of subsection (al no
longer exist; or .

"(8) mask works of nationals, domiciliariea, and sovereign
authorities of that foreign nation or mask works first commer
cially exploited in that foreign nation become eligible for protec
tion under subparagraph (A) or (C)of section 902laXl).

"(2) Upon the termination or expiration of an order issued under
this section, registrations of claims of protection in mask works

17 (1:-:(' ~H

Prohibition.

Termtnuti-.n
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made pursuant to that order shall remain valid for the period
specified in section 904.

"(e) The authority of the Secretary of Commerce under this
section shall commence on the date of the enactment of this chapter,
and shall terminate three years after such date of enactment.

"(011) The Secretary of Commerce shall promptly notify the Regis
ter of Copyrights and the Committees on the Judiciary of the Senate
and the House of Representatives of the issuance or termination of
any order under this section, together with a statement of the
reasons for such action. The Secretary shall also publish such
notification and statement of reasons in the Federal Register.

"(2)Two years after the date of the enactment of this chapter, the
Secretary of Commerce, in consultation with the Register of Copy
rights, shall transmit to the Committees on the Judiciary of the
Senate and the House of Representatives a report on the actions
taken under this section and on the current status of international
recognition of mask work protection. The report shall include such
recommendations for modifications ofthe protection accorded under
this chapter to mask works owned by nationals, domiciliaries, or
sovereign authorities of foreign nations as the Secretary, in consul
tation with the Register of Copyrights, considers would promote the
purposes of this chapter and international comity with respect to
mask work protection.",

TECHNICAL AMENDMENT

SEC. 303.The table of chapters at the beginning of title 17, United
States Code, is amended by adding at the end thereof the following
new item:
"9; Protection or ~mifondu('tor chipprodudfl ,........... 961",

AUTHORIZATION OF APPROPRIATIONS

17 usc !1111 note. SEC. 304. There are authorized to be appropriated such sums as
may be necessary to carry out the purposes of this title and the
amendments made by this title.

TITLE IV-FEDERAL COURTS IMPROVEMENTS

SUBTITLE A-CIVIL PaIORmES

~" usc 16,,7.

2M USC 22·U et
seq.. 1"26.

ESTAOLISHMENT OF PRIORITY OF CIVIL ACTIONS

SEC. 401. (a) Chapter 111 of title 28, United States Code, is
ornended by adding at the end thereof the following new section:

"§ 1657, Priority of civil artinnM
"(a) Notwithstanding any other provision of law, each court of the

United States shall determine the order in which civil actions are
heord and determined, except that the court shall expedite the
consideration of any action brought under chapter lii:J or section
1826of this title, any action for temporary or preliminary injunctive
relief, or any other action if good cause therefor is shown, For
purposes of this subsection, 'goodcause' is shown if a right under the
Constitution of the United States or a Federal Statute tincludlng
rights under section 552 of title 5) would be maintained in a factual
context that indicates that a request for expedited consideration has
merit.
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"(b) The JudicialConference of the United States may mortify the
rules adopted by the courts to determine the order in which civil
actions are heard and determined. in order to establish consistency
among the judicial circuits",

(b) The section analysis of chapter III of title 2R, United States
Code; is amended by adding at the end thereof the following new
item:

"1657. Priority of civil actions.".

AMENDMENTS TO OTHER LAWS

SEC. 402.The following provisions of law are amended-
11XA) Section :l09IaXIOI of the Federal Election Campaign Act

of 1971 <2 U.S.C. 4:l7g(aXIOI is repealed.
IBI Section 3Hllc) of the Federal Election Campaign Act of

1971 (2 U.S.C. 437h(c)) is repealed.
(2) Section 552laX4XDl of title 5. United States Code. is

repealed.
(3) Section 6Ia) of the Commodity Exchange Act (7 U.S.C. Rlall

is amended by striking out "The proceedings in such cases in
the court of appeals shall be made a preferred cause and shall
be expedited in every way.", .

(4XAI Section 6Ic)(4) of the Federal Insecticide. Fungicide. and
Rodenticide Act (7 U.S.C. 136dtcK411 is amended by striking' out
the second sentence.

IBI Section 10(dX3) of the Federal Insecticide. Fungicide, and
Rodenticide Act (7 U.S.C. 136hldK3)) is amended by striking out
"The CO\1rt shall give expedited consideration to any such
action.",

(C) Section 16tb) of the Federal Insecticide. Fungicide, and
Rodenticide Act (7 U.S.C. 136nlbll is amended by striking out
the last sentence.

10) Section 25(ax4KEKiiil of the Federal Insecticide, Fungicide.
and Rodenticide Act (7 U.S.C. 136wlaK4XExiiill is repealed.

(5) Section 204(d) of the Packers and Stockyards Act, 1921 (7
U.S.C. 194(dll. is amended by striking O\1t the second sentence.

(6) Section 366 of the Agricultural Adjustment Act of 1931! (7
U.S.C. 1366) is amended in the fourth sentence by striking O\1t
"At the earliest convenient time. the CO\1rt. in term time or
vacation," and inserting in lieu thereof "The court".

(7KA) Section 410 of the Federal Seed Act <7 U.S.C. 16001 is
amended by striking O\1t "The proceedings in such cases in the
court of appeals shall be made a preferred cause and shall be
expedited in every way.".

(B) Section 411 of the Federal Seed Act <7 U.S.C. 16011 is
amended by striking O\1t "The proceedings in such cases shall be
made a preferred cause and shall be expedited in every way....

(8) Section 8161c)(4) of the Act of October 7. 1975, commonly
known as the Department of Defense Appropriation Authoriza
tion Act of 1976(10 U.S.C. 2304 notel is amended by striking out
the last sentence.

(9) Section 5(d)(6XA) of the Home Owners' Lonn Act of 19:1:1
(\2 U.S.C. 1464(d)(6)(A)) is amended by striking O\1t "Such pro
ceedings shall be .given precedence over other cases pending in
such courts, and shall be in every way expedited.".
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(10)(A) Section 7A(0I2l of the Clayton Act liS U.S.C. 18a(0I2))
is amended to read as follows: "(2) certifies the United States
district court for the judicial district within which the respond
ent resides or carries on business. or in which the action is
brought. that it or he believes that the public interest requires
relief pendente lite pursuant to this subsection. then upon the.
filing of such motion and certification, the chief judge of such
district court shall immediately notify the chief judge of the
United States court of appeals for the circuit in which such
district court is located. who shall designate a United States
district judge to whom such action shall be assigned for all
purposes.".

(B) Section Llte) of the Clayton Act ()!i U.S.C. 2Hell is
amended by striking out the first sentence.

(11) Section 1 of the Act of February 11, 1903, commonly
known as the Expediting Act <IS U.S.C. 281 is repealed.

(12) Section 5(e) of the Federal Trade Commission Act liS
U.S.C. 45(ell is amended by striking out the first sentence.

(13) Section 21(013) of the Federal Trade Commission
Improvements Act of 1980 (15 U.S.C. 57a-I(0I3)) is repealed.

(14) Section 11A(cX4) of the Securities Exchange Act of 1934
(15 U.S.C. 78k-l(cX4)) is amended-

(A)by striking out "(Al" after "(4)"; and
(Bl by striking out subparagraph (B).

(15XAl Section 309(e) of the Small Business Investment Act of
1958 (15 U.S.C. 687a(ell is amended by striking out the sixth
sentence.

(B)· Section 309(0 of the Small Business Investment Act of
1958 OS U.S.C. 687a(f)) is amended by striking out the last
sentence.

(C) Section 311(a) of the Small Business Investment Act of
1958 (15 U.S.C. 687cla)) is amended by striking out the last
sentence.

(6) Section IO(c)(2) of the Alaska Natural Gas Transportation
Act <IS U.S.C.719h(cX2)) is repealed.

(17) Section 155(a) of the National Traffic and Motor Vehicle
Safety Act of 1966 (15 U.S.C. 1415(a)) is amended by striking out
"(1)" and by striking out paragraph (2).
. (18)Section 503(bX3XE) of the Motor Vehicle Information and

Cost Savings Act (15 U.S.C. 2003(bX3XEll is amended by striking
out clause (ii) and redesignating clauses (iii) and (iv) as clauses
(ii) and tiii). respectivelr'

(19) Section 23(d) 0 the Toxic Substances Control Act <IS
U.S.C. 2622ldll is amended by striking out the last sentence.

(20) Section 12(eX3) of the Coastal Zone Management Improve
ment Act of 1980<I6U.S.C. 1463a(eX3ll is repealed.

(21l Section 11 of the Act of September 28, 1976 <I6 U.S.C.
1910), is amended by striking out the last sentence.

(22) <A) Section 807(b) of the Alaska National Interest Lands
Conservation Act (16 U.S.C.3117(bll is repealed.

(B) Section 1108 of the Alaska National Interest Lands Con
servation Act (16 U.S.C. 3168) is amended to read as follows:

"INJUNCI'1VE RELIEF

"SEC. 1108. No court shall have jurisdiction to grant any injune
tive relief lasting longer than ninety days against any action pursu-
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ant.to this title except in conjunction with a final judgment entered
in a case involving an action pursuant to this title.".

(23KAI Section l()(bK3) of the Central Idaho Wilderness Act of
1980(Public Law 96-312; 94 Stat. 948) is repealed.

(B)Section l()(c) of the Central Idaho Wilderness Act of 19~O is
amended to read as follows:

"(c) Any revi_ of any decision of the United States District Court
for the District of Idaho shall be made by the Ninth Circuit Court of
Appeals of the United States.".

(24KA) Section 1964(b) of title 18, United States Code, is
amended by striking out the second sentence.

(B) Section 1966 of title 18, United States Code, is amended by
striking out the last sentence.

(25)(A) Section 408(i)(5) of the Federal Food, Drug, and Cos
metic Act (21 U.S.C. 346a(i)(5)) is amended by striking out the
last sentence.

(B) Section 409lg)(2) of the Federal Food, Drug, and Cosmetic
Act (21 U.S.C. 348(g)(2» is amended by striking out the last
sentence.

(26)Section 8(flof the Foreign Agents Registration Act of 1938
(22 U.S.C. 618(fl) is amended by striking out the last sentence.

(2'7) Section 4 of the Act of December 22. 1974 (25 U.S.C.
64Od-3), is amended by striking out "(a)" and by striking out
subsection(b).' .

(28)(A) Section 331()(e) of the Internal Revenue Code of 1954
(26 U.S.C. 331()(e» is repealed.

(B) Section 61l()(f)(5) of the Internal Revenue Code of 1954 (26
U.S.C. 61l()(f)(5)) is amended br striking out "and the Court of
Appeals shall expedite any revIew ofsuch decision in every way
pClSSible". .

(C)Section 6363td)(4) of the Internal Revenue Code of 1954(26
U.S.C. 6363tdX4)) is repealed.

(D)Section 7609(h)(3) of the Internal Revenue Code of 1954(26
U.S.C. 7609(hl(3)) is repealed.

(E) Section 901()(c) of the Internal Revenue Code of 1954 (26
U.S.c. 901()(c) is amended by striking out the last sentence.

(F) Section 901llb)(2) ofthe Internal Revenue Code of 1954 (26
U.S.C. 901l(b)(2) is amended by striking out the last sentence.

(29)(A) Section 596(a)(3) of title 28, United States Code, is
amended by striking out the last sentence.

(8) Section 636tcX4) of title 28. United States Code, is amended
in the second sentence by striking out "expeditious and".

(C) Section 1296 of title 28. United States Code. and the item
relating to that section in the section analysis of chapter 83 of
that title, are repealed.

(0) Subsection (c) of section 1364 of title 28. United States
Code. the section heading of which reads "Senate actions". is
repealed.

(E) Section 2284(bX2). of title 28, United States Code, is
amended by striking out the last sentence.

(F) Section 23491b) of title 28. United States Code. is amended
by striking out the last two sentences.

(G' Section 2647 of title 28. United States Code, and the item
relating to that section in the section analysis of chapter 169 of
that title. are repealed.

(30' Section 10 of the Act of March 23, 1932,commonly known
as the Norris-laGuardia Act (29 U.S.C. 1101, is amended by
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striking out "with the greatest possible expedition" and all that
follows through the end of the sentence and inserting in lieu
thereof "expeditiously".

(3ll Section IOU) of the National Labor Relations Act (29
U.S.C. 160<iH is repealed.

(32) Section Llta) of the Occupational Safety and Health Act
of 1970 (29 U.S.C. 660<a) is amended by striking out the last
sentence.

(33) Section 4003(eX4) of the Employee Retirement Income
Security Act of 1974(29 U.S.C. 1303(eX4n is repealed.

(34) Section 106(aXll of the Federal Coal Mine Health and
Safety Act of 1969 (30 U.S.C. 816(aXln is amended by striking
out the last sentence.

(35) Section 1016of the Impoundment Control Act of 1974(31
2 USC687. U.S.C. 1406) is amended by striking out the second sentence.

(36) Section 2022 of title 38, United States Code, is amended
by striking out "The court shall order speedy hearing in any
such case and shall advance it on the calendar.".

(37) Section 3628 of title 39, United States Code, is amended
by striking out the fourth sentence.

(38) Section 145()(iM) of the Public Health Service Act (42
U.S.C. 300j-9(iMll is amended by striking out the last sentence.

(39)Section 304(e) of the Social Security Act (42 U.S.C. 504(e)
is repealed.

(40)Section 814 of the Act of April 11, 1968(42 U.S.C. 3614), is
repealed.

(4ll The matter under the subheading "Exploration of
National Petroleum Reserve in Alaska" under the headings
"ENERGY AND MINERALS" and "GEOLOGICAL SURVEY" in title I of
the Act of December 12, 1980 (94 Stat. 2964; 42 U.S.C. 6508), is
amended in the third paragraph by striking out the last
sentence.

(42)Section 214(b) of the Emergency Energy Conservation Act
of 1979(42 U.S.C.8514(bll is repealed.

(43)Section 2 of the Act of February 25, IH85 (43 U.S.C. 1062),
is amended by striking out ": and any suit brought under the
provisions of this section shall have precedence for hearing and
trial over other cases on the civil docket of the court, and shall
be tried and determined at the earliest practicable day".

(44)Section 23<d) of the Outer Continental Shelf Lands Act (43
U.S.C. 1349(d)) is repealed.

(45) Section 511(c) of the Public Utilities Regulatory Policies
Act of 1978(43 U.S.C. 2011(c» is amended by striking out "Any
such proceeding shall be assigned for hearing at the earliest
possible date and shall be expedited by such court.".

(46)Section 203(d) of the Trans-Alaska Pipeline Authorization
Act (43 U.S.C. 1652(dll is amended by striking out the fourth
sentence.

(47)Section 5<1') of the Railroad Unemployment Insurance Act
(45 U.S.C. 355<f)) is amended by striking out ". and shall be
given precedence in the adjudication thereof over all other civil
cases not otherwise entitled by law to precedence".

(48) Section 305<dX2) of the Regional Rail Reorganization Act
of 1973(45 U.S.C. 745<dX2ll is amended- .

(A) in the first sentence by striking out "Within 180 days
after" and inserting in lieu thereof"After"; and .
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(B) in the last sentence by striking out "Within 90 days
after" and inserting in lieu thereof" After".

(49) Section 124lbl of the Rock Island Transition and Ern
ployee Assistance Act (45 U$.C. 10181bl) is amended by striking
out ", and shall render a final decision no later than 60 days
after the date the last such appeal is filed".

(50) Section 402fgl of the Communications Act of 1934 (47
U.S.C. 402(gll is amended-

(A) by.strikingout "At the earliest convenient time the"
and inserting in lieu thereof "The"; and

fBI by striking out "!(){elofthe Adrninistrntiv.. Procedure
Act" and inserting in lieu thereof "706 of title 5, Unit..d
States Code".

(511 Section 4051e) of the Surface Transportation Assistance
Act of 19R21Public Law 97-424; 49 U.S.C. 230S(ell is amended by I" USC apn.
Mrik~~~~~te_ ~.~

(52) Section 6061cXll of the Rail Safety and Service Improve-
ment Act of 1982 lPublic Law 97-468; 49 U.S.C. !20SfcK!1l is Iii usr IZllii.
amended by striking out the second sentence. .

(S3) Section 13A(al of the Subversive Activities Control Act of
19S0 (SO U.S.C. 792a note) is amended in the third sentence by
striking,out ·lIor any court".

IS41 Section 121a) ofthe Military Selective Ser.vice Act of 1967
(SO U.S.C. App. 462(a)) is amended by striking out the last
sentence.

(SSI Section 41b) of the Act of July 2, 1948 (50 U.S.C. App.
1984(bll, is amended by striking out the last sentence.

EFFECTIVE DATE

SEC. 403. The amendments made by this subtitle shall not apply to
cases pending on the date of the enactment of this subtitle.

SUBTITLE B-DISTRICT COURT ORGANIZATION

SEC. 404. This subtitle may be cited as the "Federal District Court
Organization Act of 1984".

SEC. 405. The second sentence of subsection fcl of section 112 of
title 28, United States Code, is amended to read as follows:

"Court for the Eastern District shall be held at Brooklyn, Haup
pauge, and Hempstead (including the village of Uniondale I.".

SEC. 406. (a) Subsection (a) of section 93 of title 28, United States
Code, is amended-

(1) in paragraph (I) by striking out "De Kalb," and
"Mc~enry.tt;and

(21 In paragraph (2)-
. fA) by inserting "De Kalb," immediately after "Carroll,";

and
(BI by inserting "McHenry," immediately after "Lee,".

(b) The amendments made by subsection la) of this section shall
apply to any action commenced in the United States District Court
for the Northern District of Illinois on or after the effective date of
this subtitle. and shall not affect any action pending in such court
on such effective date.

lcl The second sentence of subsection tb) ofsection 93 of title 28,
United States Code, is amended by inserting. "Champaign/Urbana,"
before "Danville".

2,Q usc tssr
note.

Federal District
Court
Oraanization
Act of 1H;..i·1.
2~ USC 1 note.

2H USC!I:l note.
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2~ usc 124.

:!i' USC 124 note.

28 USC 90 note.

Effective date.
28 USC 85 note.

Technical
Amendments
to the Federal
Courts
Improvement
Act of 1982.
28 USC 1 note.

SEC. 407. (a) Subsection (bl ofsection 124 of title 26, United States
Code, is amended- .

(I) by striking out "six divisions" and inserting in lieu thereof
"seven .divisions";

(2) in paragraph (41 by striking out ", Hidalgo, Starr,"; and
(3)by adding at the end thereof the following:
"(7) The McAllen Division comprises the counties of Hidalgo

and Starr.
"Court for the McAllen Division shall be held at McAllen.".
(b) The amendments made by subsection (a) of this section shall

.apply to any action commenced in the United States District Court
for the Southern District of Texas on or after the effective date of
this subtitle, and shall not affect any action pending in such court
on such effective date.

SEC. 408.(a) Paragraph (1) of section 90la) of title 28, United States
Code, is amended-

(1) by inserting "Fannin," after "Dawson,";
(2)by inserting "Gilmer," after "Forsyth,"; and
(3)by inserting "Pickens," after "Lumpkin,".

(b) Paragraph (2)of section 90lal of title 28, United States Code, is
amended by striking out "Fannin,", "Gilmer,", and "Pickens,".

(c) Paragraph 161 of section 9(J(c) of title 28, United States Code, is
amended by striking out "Swainsboro" each place it appears and
inserting in lieu thereof "Statesboro".

(d) The amendments'made by this section shall apply to any
action commenced in the United States District Court for the North
ern District of Georgia on or after the effective date of this subtitle,
and shall not affect any action pending in such court on such
effective date.

SEC. 409. Section 85 of title 28, United States Code, is amended by
inserting "Boulder," before "Denver",

SEC. 410. The second sentence of section 126 of title 28, United
States Code, is amended by inserting "Bennington," before "Brattle
boro".

SEC. 411. (a) The amendments made by this subtitle shall take
effect on January I, 1985.

(b) The amendments made by this subtitle shall not affect the
composition, or preclude the service, of any grand or petit jury
summoned, impaneled, or actually serving on the effective date of
this subtitle.

SUBTITLE C-AMENOMEN"lS TO THE FEDERAL COL'RTS IMPROVEMENTS
ACT OF 1982

This subtitle may be cited as the "Technical Amendments to the
Federal Courts Improvement Act of 1982".

SEC. 412. (a) Section 1292(bl of title 28, United States Code, is
amended by inserting "which would have jurisdiction of an appeal of
such action" after "The Court of Appeals".

(bl Section 1292(cX 1J of title 28, United States Code, is amended by
inserting "or (b)" after "fa)".

SEC. 413. Section 337(c) of the Tariff Act of 1930119 U.S.C. 13371c))
is amended in the fourth sentence by inserting ", within 60 days
after the determination becomes final," after "appeal such
determination".

SEC. 414. (al Sections 142, 143, and 144 of title 35, United States
Code, are amended to read as follows:
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"§ \.12; Notice of appeal ".; lise 11"

"When an appeal is taken to the United Stall's Court of Appeals
for the Federal Circuit. the appellant shall tile in the Patent and
Trademark Office a written notice of appeal directed to the Commis
sioner. within such time after the date of the decision from which
the appeal is taken as the Commissioner prescribes. but in no case
less than 00 days after that date.

"§ 143. Proceedings on appeal :1;; usc II"

"With respect to an appeal described in section 142 of this title.
the Commissioner shall transmit to the United States Court of
Appeals for the Federal Circuit a certified list of the documents
comprising the record in the Patent and Trademark Office. The
court may request that the Commissioner forward the original or
certified copies of such documents during pendency of the appeal. In
an ex parte case. the Commissioner shall submit to the court in
writing the grounds for the decision of the Patent and Trademark
Office. addressing all the issues involved in Ihe appeal. The court
shall. before hearing an appeal. give notice of the time and place of
the hearing to the Commissioner and the parties in the appeal.

"§ 144. Decision on appeal :Ii; USC III.

"The United States Court of Appeals for the Federal Circuit shall
review the decision from which an appeal is taken on the record
before the Patent and Trademark Office. Upon its determination the
court shall issue to the Commissioner its mandate and opinion.
which shall be entered of record in the Patent and Trademark Office
and shall govern the further proceedings in the case.".

(b) Paragraphs (2), (3). and (4) of subsection (a) of section 21 of the
Act entitled "An Act to provide for the registration and protection
of trademarks used in commerce, to carry out the provisions of
certain international conventions. and for other purposes",
approved July 5, 194605 U.S.C. I07lla) (2), (3). and {4ll, are amended
to read as follows:

"(2) When an appeal is taken to the United States Court of
Appeals for the Federal Circuit, the appellant shall file in the
Patent and Trademark Office a written notice of appeal directed to
the Commissioner. within such time after the date of the decision
from which the appeal is taken as the Commissioner prescribes. but
in no case less than 60 days after that date.

"(3) The Commissioner shall transmit to the United States Court
of Appeals for the Federal Circuit a certified list of the documents
comprising the record in the Patent and Trademark Office. The
court may request that the Commissioner forward the original or
certified copies of such documents during pendency of the appeal. In
an ex parte case, the Commissioner shall submit to that court a brief
explaining the grounds for the decision of the Patent and Trade
mark Office, addressing all the issues involved in the appeal. The
court shall. before hearing an appeal. give notice of the time and
place of the hearing to the Commissioner and the parties in the
app"t;al.

'(4) The United States Court of Appeals for the Federal Circuit
shall review the decision from which the appeal is taken on the
record before the Patent and Trademark Office. Upon its determina
tion the court shall issue its mandate and opinion to the Commis-
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sicner, which shall be entered of record in the Patent and Trade
mark Office and shall govern the further proceedings in the case.".

:15 USC 142 note. (C) The amendments made by this section shall apply to proceed-
ings pending in the Patent and Trademark Office on the date of the
enactment of this Act and to appeals pending in the United States
Court of Appeals for the Federal Circuit on such date.

2~ lISC 71:1 note. SEC. 415. Any individual who, on the date of the enactment of the
Federal Courts Improvement Act of 1982, was serving as marshal for
the Court of Appeals for the District of Columbia under section
713(c) of title 28, United States Code. may, after the date of the
enactment of this Act, so serve under that section as in effect on the
date of the enactment of the Federal Courts Improvement Act of
1982.While such individual so serves, the provisions of section 714(a)
of title 28, United States Code, shall not apply to the Court of
Appeals for the District of Columbia.

SEC. 416. Title 28, United States Code, is amended in the following
respects:

(a) There shall be inserted, after section 797 thereof, in chapter 51
thereof, the following new section 798, which shall read as follows:

21' USC 798. "11798. Places of holding court; appointment of special masters
"(a) The United States Claims Court is hereby authorized to

utilize facilities and hold court in Washington, District of Columbia,
and in four locations outside of the Washington, District, of Colum
bill. metropolitan area, for the purpose of conducting trials and such
other proceedings as may be appropriate to executing the court's
functions. The Director of the Administrative Office of the United
States Courts shall designate such locations and provide for such
facilities.

"(b) The chief judge of the Claims Court may appoint special
masters to assist the court in carrying out its functions. Any special
masters soappointed shall carry out their responsibilities and be
compensated in accordance with procedures set forth in the rules of
the court.".

(b) The caption of chapter 51, title 28, shall be amended to include
the following item:

'"798. Placesof holding court; appointment of apedal masters;",

:15 USC 201.

Contracts with
. U.S.
Grants.
:15 USC 202.

TITLE V-GOVERNMEN'I' RESEARCH AND DEVELOPMENT
PATENT POLlCY

SEC. SOl, Chapter 18 of title 35, United States Code, is amended
(1) by adding "or any novel variety of plant which is or may

be protectable under the Plant Varietr Protection Act (7 U.S.C.
2321 et seq.)" immediately after "title' in section 201(d);

(2) by adding ": Provided, That in the case of a variety of
plant, the date of determination (as defined in section 4Hd) of
the Plant Variety Protection Act (7 U.S.C. 240Hd))) must also
occur during the period of contract performance" immediately
after "agret!ment" in section 201l.e); .

(3) in section 202(a), by amending clause (i) to read as follows:
"(i) when the contractor is not located in the United States or
does not have a place of business located in the United States or
is 8ubject to the control of a foreign government,"; by striking
the word "or" before "ii", and by adding after the words
"security of such activities" in the first sentence of such para-
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graph, the following: "or, iv) when the fundingagreem..nt
includes the operation of a Government-owned, contractor-opor
ated facility of the Department of Energy primarily dedicated to
that Department's naval nuclear propulsion or weapons related
programs and all funding agreement limitations under this
subparagraph on the contractor's right to elect title to a subject
invention are limited to inventions occurring under the above
two programs of the Department of Energy."

(4)by amending paragraphs (1) and (2)of section 2021b) to read
as follows:

"(bX 1) The rights of the Government under subsection (a) shall not
be exercised by a Federal a~ency unless it first determines that at
least one of the conditions identified in clauses (i) through (iv) of
subsection (a) exists. Except in the case of subsection (aXiiil, the
agency shall file with the Secretary of Commerce, within thirty days
after the award of the applicable funding agreement, a copy of such
determination. In the case of a determination under subsection
(aXiil, the statement shall include an analysis justifying the determi
nation In the case of determinations applicable to funding agree
ments with small business firms, copies shall also be sent to the
Chief Counsel for Advocacy of the Small Business Administration. If
the Secretary of Commerce believes that any individual determina
tion or pattern of determinations is contrary to the policies and
objectives of this chapter or otherwise not in conformance with this
chapter, the Secretary shall so advise the head of the agency
concerned and the Administrator of the Office of Federal Procure
ment Policy, and recommend corrective actions.

"(2) Whenever the Administrator of the Officeof Federal Procure-
c ment Policy has determined that one or more Federal agencies are
utilizing the authority of clause (I) or (ii) of subsection (a) of this
section in a manner that is contrary to the policies and objectives of
this chapter, the Administrator is authorized to issue regulations
describing classes of situations in which agencies may not exercise
the authorities of those clauses.";

(4A) By adding at the end of section 202(b) the following new
paragraph:

"(4) If the contractor believes that a determination is contrary to
the policies and objectives of this chapter or constitutes an abuse of
discretion by the agency, the determination shall be subject to the
last paragraph of section 203(2).".

(5)by amending paragraphs (1), (2), (3), and.(4)of section 202(c)
. to read as follows:

"(I) That the contractor disclose each subject invention to the
Federal agency within a reasonable time after it becomes
known to contractor personnel responsible for the administra
tion of patent matters, and that tlie Federal Government may
receive title to any subject invention not disclosed to it within
such time.

"(2) That the contractor make a written election within two
years after disclosure to the Federal agency (or such additional
time as may be approved by the Federal agency) whether the
contractor will retain title to a subject invention: Provided. That
in any case where publication, on sale, or public use, has
initiated the one rear statutory period in which valid patent

. protection can stil be obtained in the United States, the period
for election maybe shortened by the Federal agency to a date
that is not more than sixty days prior to the end of the statutory

:l!i usc 2H:!.

Smnll business.

Regulations.

Contracts with
U.S.
Grants.

Contracts with
U.S.
Grants.

31-194 0 - 86 - 32 QL.3 Part)



98 STAT. 3366

International
agreements.
Defense-and
national
security.

:15 USC202.

Contracts with
U.S.
Grants.

Small business.

PUBLIC LAW 98-620-NOV. 8, l!lRt

period: And provided further, That the Federal Government
may receive title to any subject invention in which the contrac
tor does not elect to retain rights or fails to elect rights within
such times.

"(3) That a contractor electing rights in a subject invention
agrees to me a patent application prior to any statutory bar
date that may occur under this title due to publication, on sale,
or public use, and shall thereafter file corresponding patent
applications in other countries in which it wishes to retain title
within reasonable times, and that the Federal Government may
receive title to any subject inventions in the United States or
other countries in which the contractor has not filed patent
applications on the subject invention within such times.

"(4).With respect to any invention in which the contractor
elects rights, the Federal agency shall have a nonexclusive,
nontransferrable, irrevocable, paid-up. license to practice or
have practiced for or on behalf of the United States any subject
invention throughout the world: Provided. That the funding
agreement may provide for such additional rights: including the
right to assign or have assigned foreign patent rights in the
subject invention, as are determined by the agency as necessary
for meeting the obligations of the United States under any
treaty, international agreement, arrangement of cooperation,
memorandum of understanding, or similar arrangement,
including military agreement relating to weapons development
and production.".

(6) by striking out "may" in section 202(cK5l and inserting in
lieu thereof "as well as any information on utilization or efforts
at obtaining utilization obtained as part ·of a proceeding under
section 203of this chapter shall":

(7) by striking out "and which is not, itself, engaged in or does
not hold a substantial interest in other organizations engaged in
the manufacture or sales of products or the use of processes that
might utilize the invention or be in competition with embodi
ments of the invention" in clause (A)of section 202(cK71:

(8) by amending clauses (BHD) of section 202(cK7) to read as
follows: "(B) a requirement that the contractor share royalties
with the inventor: (e) except with respect to a funding agree
ment for the operation of a Government-owned-contractor-oper·
ated facility, a requirement that the balance of any royalties or
income earned by the contractor with respect to subject inven
tions. after payment of expenses (including payments to inven
tors) incidental to the administration of' subject inventions, be
utilized for the support of scientific research or education: (D) a
requirement that, except where it proves infeasible after a
reasonable inquiry, in the licensing of subject inventionsshall be
given to small business firms; and (E) with respect to a funding
agreement for the operation of a Government-owned-contractor
operated facility, requirements (i) that after payment of patent
ing costs, licensing costs. payments to inventors, and other
expenses incidental to the administration of subject inventions,
100 percent of the balance of any royalties or income earned
and retained by the contractor during any fiscal year up to an
amount equal to 5 percent of the annual budget of the facility,
shall be used by the contractor for scientific research, develop
ment, and education consistent with the research and develop
ment mission and objectives of the facility, including activities
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that increase the licensing potential of other inventions of the
facility; provided that if said balance exceeds 5 percent of the
annual budget of the facility, that 75 percent of such excess
shall be paid to the Treasury of the United States and the
remaining 25 percent shall be used for the same purpos..s as
described above in this clause (0); and (ii) that, to the extent it
provides the most effective technology transfer. the licensing of
subject inventions shall be administered by contractor employ
ees on location at the facility."

(9) by adding "(1. before the word "With" in the first line of
section 203. and by adding at the end of section 20;1 the
following:

"(2) A determination pursuant to this section or section 202(b~4)
shall not be subject to the Contract Disputes Act (41 U.S.C. § 601 et
seq.). An administrative appeals procedure shall be established by
regulations promulgated in accordance with section 206. Addi
tionally, any contractor. inventor, assignee. or exclusive licensee
adversely affected by a determination under this section may. at any
time within sixty days after the determination is issued. file a
petition in the United States Claims Court, which shall have juris
diction to determine the appeal on the record and to affirm. reverse,
remand or modify, ", as appropriate, the determination of the
Federal agency. In cases described in paragraphs (a) and (c), the
agency's determination shall be held in abeyance pending the
exhaustion of appeaJs or petitions filed under the preceding
sentence.";

nO)by amending section 206 to read as follows:
''''206. Uniform clauses and regulations

"The Secretary of Commerce may issue regulations which may be
made applicable to Federal agencies implementing the provisions of
sections 202through 204of this chapter and shall establish standard
funding agreement provisions required under this chapter. .The
regulations and the standard funding agreement shall be subject to
public comment before their issuance.";

nl) in section 207 by inserting "(a)" before "Each Federal"
and by adding the following new subsection at the end thereof:

"(b) For the purpose of assuring the effective management of
Govemment-owned inventions, the Secretary of Commerce is
authorized~

"(1) assist Federal agency efforts to promote the licensing and
utilization of Govemment-owned inventions;

"(2) .assist Federal agencies in seeking protection and main
taining inventions in foreign countries. including the payment
of fees and costs connected therewith; and

"(3) consult with and advise Federal agencies as to areas of
science and technology research and development with poten-
tial for commercial utilization,"; and .

(2) in section 208 by striking out"Administrator of General
Services" and inserting in lieu thereof "Secretary of
Commerce".

(3) by deleting from the first sentence of section 2101cl,
"August 23, 1971 (36 Fed. Reg. 16887)" and inserting in lieu
thereof "February 18, 1983", and by inserting the following
before the period at the end of the first sentence of section 21()(cl
"except that all funding.agreements, including those with other
than small business firms and nonprofit organizations, shall

:lr, usc ~fl:l.
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include the requirements established in paragraph 202(c)(4) and
section 203of this title."

(14) by adding at the end thereof the following new section:

"1212. Disposition of rlghts.ln educational awards
"No scholarship, fellowship, training grant, or other funding

agreement made by a Federal agency primarily to an awardee for
educational purposes will contain any provision giving the Federal
agency any rights to inventions made by the awardee."; and

(15) by adding at the end of the table of sections for the
chapter the following new item:

"212. Diapooition of rights in educational awan/&",

Approved November 8,1984.

LEGISLATIVE Hl5l'ORY-H.R. 6163:
HOUSE REPORT No. 98-1062 (Comm. on the Judiciary).
CONGRESSIONAL RECORD, Vol. 130(1984): .

Sept. 24.consideredand pasoed House.
Oct. 3, consideredand passed Senate. amended.
Oct. 9. House concurred. in Senateamendments.

WEEKLY COMPILATION OF PRESIDENTIAL IXJCUMENTS, Vol. 20.No.45(1984):
July 9. P"",identialatatemenl.
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I 4().C.2 Policyand able_e.
It i. the policy and objective of this

subpart to u.e the pat.nt .y.tem to
promote the utilization of invention.
ari.ing from fed.rally supported
research or d.velopment.

I 404.3 DefinItion..
(a] "Federally owned invention"

mean. an invention. plant or design
which i. covered by a patent. or patent·
application in the United States, or a
patent. patent application, plant variety
protection, or other form of protection,
in a foreign countn'o tille to which has
been a.signed to or otherwi•• ve.ted in
the United State. Government.

(b] "Federal agency" mean. an
executive department military
department. Government corporation. Or
ind.pendent establishment, except the
Tenne.see Valley Authority, which has
:cu.tody of a federally owned invention.

(c) "Smell business firm" mean. a
small business concern a. defined in
section 2 of Pub. L. 85-536 (15 U.S.C. 632)
and implementing regulations of tho
Admintstrator of the Small Business
Admini.tration.

(d) "Practical application" means to
manufacture in the case o£a
compcsltion or product. to practice in
the case of a process or method. or to
operate in the case of a machine or
.y.tem, and. in each case, under such
conditions a. to e.tablisb that the
invention i. b.ing utilized and Ihat ill
benefit. are to the extent permitted by
law or Government regulations
available to the public on reasonable
terms.

(e) "United States" means the United
States of America. its territories and
po.session•• the Di.trict of Columbia.
and the Commonwealth of Puerto Rico.

I 404.4 Authority to 9",nt license..
Federally owned invention. shall be

mad. available for licensing a. deemed
appropriate in the public interest,
Federal agencies having custody of
federally owned inventions may grant'
nonexclusive, partially exclusive. or
exclusive licen.e. thereto under this
part.

I 404.5 Restrtc;tlonsand conditions on all
lie...... 9",med uncter1II1. part.

(a](l) A license may b. granted only if
the applicant has supplied the Federal
agency with a .atifactory plan for
developmant or marketing of the
invention. or both, and with.infarmation
about the applicant'. capability to fulfill
the plan. .

(2) A licen•• granting rights to u.e or
sell under a federally owned invention
in the United State. shall normaily be
granted only to a licensee who agrees
that any products .mbodying the
invention or produced through the us. of
the invention will be manufactured
substantially in the United States.

. ~ !!a. no· substantive effect.
snd consequently i. not a major rule as
defined in Executiv. Order 12291.The

. collection of information under this
regulation bas been approv.d by the
Oflice of Manag.ment and Budget und.r
GSA Control No. 3090-0108. A new
Departm.nt of Commerce number will
be a.signed.

(35 us.c zoa)

List otSubjects 37 CF'R CIa. IV

Invention. and patent••

Dated:March 6, t985.
0; Bruce Merrilleld,

AssistanlSocre/Qry forProductivity.
TechnoJosy andInnovation.

Accordingly. a new Chapter IV is
added to nlle 37 of tile Code of Federal
RegulationsConsisting of Parte400-403
which are reserved. and Part 404. ~o

read a. follow.:

CHAPtER IV-ASSISTANT SECRETARY
FOR FRODUCTIVITY. TECHNOLOGY AND
INNOVATION. U.s. DEPARTMENT OF
COMOIl:RCE

PARiS 400-403 [RESERVED]

PART404-LICENSING OF
GOVERNMENTOWNED INVENTIONS

See.
404.1 Scopeof part.
404.2 Policy and cbjeetive.
404.3 Definitions.
404.4 Authority to grantllcelises.
40-1.5 Restrictions and CC1nditlons an all

licen.es grant.d under this part.
404.8 Nonexclusive liClllIes. .
4001.7 Exclusive andpartiallyexclusive

licenses. .
4001.. Application for a license.
404.9 Notice to AttorneyGeneral
404.tO Modification and ta_tlon of

licenses.
404.11 Appeals.
404.12 Protection and administration of

inventions.
404.1~ Transfer of custody.
4001.t4 Confidentiality 01i!1formation.

Authority: 55.U.S.C. 2011: and section 3(g) of
D0011l-t.

I 404.1 Sco,", of part.
Thi. part pre.cribe. the term.,

conditions. and procedure. upon which
a federally owned invention. other than
an invention in the custody of the
Tenne•••• Valley Autllority. may be
licensed.lt.upersedes the regulation. at
41 CFRSubparll01....U. Thi. part does
not affect lic.n.es which (a) were in
effect prior to July 1. 1981: (b) may exl.t
at the time of the Government's
acqui.ition of title to the inv.ntion,
including thos. resulting from the
allocation of rights to inv.ntions made
under Government research and
development contracts: (c) are tha re.ult
of an autherized exchange of right. in
the settlement of patent di.put.s: or (d)
are otherwise authorized by law or
treatv.

HANDOUT 2-9
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~ rulem:ddnt:

EFI'ECTIVE DATE: This rule i. effective as
of November 9. 1984. the effective date
of Pub. L. 98-620. Sugge.tions for
change••hould be submitted by March
f-~15.

k.AsRTHER INFORMATION CONTACT:
Mr. Norman Latker, Director. Federal
Technology Management Policy
Division. Rat. H4835. Department of
Commen:e. Wa.hington, D.C. 20230.
Phone: (202)377-08,5S.

SUPPLEMENTARY INFORMATION: To avoid
any uncertainty as to applicable
licensing procedures under .ection 208
of Tille 35. United States Code•••
amended by Pub. L. 98-620. we are
adopting the following regulations.
which are Identical in substance to the
GSA regulations that are sup.rseded.
The Department of Comman:e will
shortly b. reviewing these regulation. to
determine if any change. are desirable.
We welcome any .ugge.tion. for
changes. It i. the intent of the
Departmentto Issue a Notice of
Propcsed Rulemaking before revi.ing
these regulations.

This ruI.making relates to contrects
and section 553(a)(2) of the
Administrativa Procedures Act provide.
an unqualifiad exclusion from every
requirement of section 553 otthe APA
for all rules relating to "public property.
J~. grant•• benefits and contracts." 5
\ .:. 553(a)(2).Therefor. notice and
c~..unentand the 30 day delayed
.effective date are not required. Th.
Regulatory Flexibility Act doe. not
apply to this rulemaking because notice
and comm.nt are not required by 5
U.S.C. 553 o. any other law. This

DEr9TMENT OF COMMERCe:
A' •. int Secretary for Productivity,
Tecr."ology and Innovation

37CFRCh.IV

(DoclcetNo. 41277....,77)

Ucenslng of Government Owned
Inventions

AGENCY: Commen:e Department.
ACTION: Final rule.

SUMMARY: Pursuant to Pub. L. 98-620.
which amended section 208 of nlle 35.
United States Code; authority to
promulgate regulation. concerning the
licen.ing of Federally owned inventions
has been .hi£tedJrom the Adminl.trator
of General Service. to the Secretary of
Commerce. By this rule the Secretary is
i••uing final regulations which are
identical in .ubstance to and which
supersede the regulations of GSA
currenlly found at 41 CFRSubpart 101-
4.1. •
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(bl Ucenses shall contain such terms
and conditions as the Federal agency
r>]Dines are appropriate for the
~ ...etion of the interests of the Federal
Government and the public and are not

.. in conflict with law or this part. The
following terms and conditions apply to
any license:

(I) The duration of the license shall be
for a period specified in thelicense
agreement; unless sooner terminated in
accordance with this part. . .

(21 The license may be granted for all
or less than all fields of use of the

invention or in specified geographical
areas. or both. .

(3)The license may extend to
subsidiaries of the licensee or other
parties if provided for in the license but
shall be nonassignable without approval
of the Federel agency. except to the
successor of that.part of the licensee's
business to which the invention
pertains.

(4)The licensee may provide the
license the right to grant subliclOnses
under the license. subject to the
approval of the Federal agency. Each
sublicense shall make referenen to the
license, including tile rights retained by
the Government. and a copy of such
suQ!icense shall be furnisbed to the
('ral agency. ..
. .iThe license shall require the
licenseetci carry out thep1an for
development or marketing of the
invention. or both. to bring the Invention
to practical application within a period
specified in the license. and to continue
to make the benefits of the invention
reasonably accessible to the public.

(6)The license shall require the •
licensee to report periodically on the
utilization or efforts at obtaining
utilization that are being made by the
licensee, with particular reference to the
plan submitted. '

(1J Ucenses may be royalty·free or for
royalties or other consideration.

(8)Where an agreement is obtained
pursuant to § 404.5(a)(2) that any
products embodying the invention or
produced through use of the invention
will be manufacturad substantially In
the United Stales. the license sball recite
such agreement.

(9)The license shall provide for the
right of the Federal agency to terminate
the license. in whole or in part. If:

(i)The Federal agency determines thet
the licensee is not executlilg the plan .
submitted with Its request for a license
and the licensee cannot otherwise
r'1nstrate to the satisfaction of the
'. . . •• tal agency that it bas taken or can
be expected to take within a reasoneble
timeeffectivesteps to aChievepractical
application of the inventloll;

(iiIThe Federal agency determines
that such action is necessary to meet
reqUirements for public use specified by
Federal regulationsissued after the date
of the license SDd such requirements are
...... t pa ........... l..l •• __ ~~_... •• .• o.

(iii)the licensee bas willfullymade a
false statement of or willfullyomitted a
material fact in thelicense application
or in any report required by the Iicanse
agreement: or. .• . ,. . .. , .

(iv)The licensea commits a
substantlld breach of a covenantor
agreement contained in tha license.

(10) The license may lie-modifiedor
terminated, consistent with this pert.
upon mutual agreement of the Federel
agency and the licensee.

(11J Nothingrelating to the grant of a
license. nor the grant itself. shall be
construed to confer upon eny person
any immunityfrom or defenses under
the antitrust lawllor from a charge Ilf
patent misuse. and tbe acquisition and
usa of rights pursuant to this part shall

.not be immunizedfrom the operation of
state or Federal law by reeson of the .
source of the grant.

§ 404.8 NonoxclualwRc_
(a) Nonexclusivelicenses may be

granted under federally owned
inventi~ns ....ithout publication of
availability or notice of a prospective
license. .

(b) In addition to the pro\isions of
§ -104.5. the nonexclusive Iicellse may
also provide that. after termination of a
period specified in the license
egreement. the Federal agertcymey
restrict the license to the fields of use or
geographic areas. or both. in which the
licensee bas brought the invention to
practical application and continues to
make the benefits of the invention
reasonably accessible to the public.
However. such restriction sball be made
only in order to grant an exclusive or
partially exclusive license in accordance
with this subpart.

§~ ExcIuIlve and JllIrtillly ••cI..
Uc_

(a)(l) Exclusiv. or partially
exclusive domestic licenses may be
granted on federally owned Inventions
three months after notice of the .
in"entioO:savailability bas been
announced in the Federal Register. or
without such notice wbere the Federal
agency determines that expeditious
granting of such a license will best serve
the interest of the Federal Government
and the public:and in either situation,
only if; .

(i) Notice of a prospective license.
identifying the invention and the
prospective licensee. bas been published
in the Federal Reglster. providing
opportunity for fillng written objections
within a tlO-day period:

(Ii) After expiration of the period in
~ 404.1(a)(1)(1) and consideration of any
written objections received during the
period. the Federal agency has
determined thaI;

(A)The interests of the Federel
Governmentand the publicwill best be
served by ~e p~posed license. in view
of the applicant s intentions.pi..... and
ability to bring the inventionto practical
appllcetlon or otherwise promote the
Invention's utilization by the public:

(B)The desired practical application
has not been achieved, or is net likely
expeditiously to be achieved,under any
nonexclusive license which has been
granted, or which may be granted, on
the invention:

(C) Exc!usive'Or partially exclusive
licensing is a reasonable and necessary
incentive to call.fortb the investment cf
risk capital and expenditures to bring
the invention to practical application or
otherwise promote the invention's
utilization by the public;"and

(I))The proposed terms and scope of
exclusivity ara neitgreater than
reasonably necessary to provide the
:ccentive for bringing the invention to
practical application or otherwise
promnte the invention's utilization by
the public:

(Iii) The Federal agency has not
determined that the grant of sucb license
will tend substalltially to iessen
competition or result in undue
concentration in any section of the
country in any line of commerce to
which the technology to be licensed
reiates.or to create or maintain other
situations mconsistent with the antitrust
laws: and

(iv)The Federal agency luis given first
preference to any small businesa flmlS
submitting plana that are determined by
the agency to be within the capabilities
of the firms and.s equally likely, if
executed, to bring the invention to
practical application as any plans
submitted by applicants that are not
small businesa firms.

(ZJ in addition to the provisions of
I 404.S. the followingterms and
conditions apply to domestic exclusive
and partially exclusive licenses:

(i) The license shall be subject to the
irrevocable, royalty-free right of the
Government of the United Stetes to
practice and heve prectlced the .
Invention on behalf of the United States
and on behalf of any foreign govemmen
or international l)rganization pursuant tc
any existing or future treety or
egreement with the United States.

(ii)The license shall reserve to the
Federal agency the right to require the
licensee to grant sublicenses to
responsible applicants, on reasonable
terms. when necessary to fulfill health
or safety needs. •

(iii) The license shall be subject to an:
licenses in force af the time of the grant
of the exclusive or partially exclusive
license. .



[b) Identification of the iYPeo~ lice....
for which the application is submitted:

[cJ Name and address of the person.
company. or organization applying for
the license and the citizenship or place
of incorporation of the applicant:

[d) Name. address. and telephone
nu\tlber of the representative of the
applicant to whom correspoedence
should be sent:

[eJ Nature and type of applicant's
business. identifying products or
service' which the applicant hns
successfully commercialized. and
approximate number of applicant's
employees:

[f) Source of infom!ation concerning
the availability of a license on the
invention:

(g) A statement indicating whether the
applicant isa small business firm as
defined ln § 404.3(c)

[h) A detailed description of
applicant', plan for development or
marketing of the invention. or both.
which should include,

(1) A statement of the time. nature and
amount of anticipated investment of
capital and other resources which
applicant believes will be required to
bring the invention 10 practical
epplication;

(2) A stetement es to eppllcant's
cepability and intention to fulfill the
plan. including ir.fonnation regarding
manufacuturing. merketing. financial,
and technicel reSOlife.s;

(3) A statement of the fields of use for
which applicant intands to practice the
invention; and

(4) A statement of the geographic
areas in which applicant intends to
manufacture any products embodyiog
the ioventio~and geographic areas
where applicant intends to use or sell
the invention. or both;

[i) Identification of licenses previously
granted to applicant under federally
owned inventions;

(j) A statement containing appUcanl's
best knowledge of the extent to which
the invention is being practiced by
private industry or Government. or both.
or is otherwise available commercially;
and

(k) Any othar information which
applicant believes will support a
determination to granttha license to
a."licant. .
§ 404.9 Notl.. to Attorney G.......L

A copy of tha notice previded for In
U 404.7(a)[1)[i) and 404.7(b)[1)[i) will ba
sent to the Attorney General,

§ 404.10 MOdlffcatlonand t.rm'Mtion of
IIc.n....

Before modifying or termin~ting a
license. other than by mutual agreement,
the Federal agency shall furnish the
licensee and any sublicensee of record a
written nctlca oOntenlion to modify or
lerminete the license. end the licensee
end any sublicensee shall be ·eUowed30
deys after such notice to remedy eny
breech of the license or show cause why
the license shall not be modiliea or
terminated.

§ 404.11 Appeals. •

In accordance with procedure.
prescribed by the Federal agency. the
follOWing parties may appeal to the
egency head or designee any decision or
determination concerning the grant.
denial interpretation. modification. or
termination of a license,

(e) A person whose epplicetion for a
license has been denied.

(b) A licensee whose license has been
modified or terminated. in whole or in
part or

(c) A person who timely filed a
written objection in response to the
notice required by 1404.7(a][1)(i) or
14il4.7(b)[1)[i) and who can
demonstrate to the setisfaction of the
Federal agency thet such person may be
damaged by the agency action.

§ 404.12 ProtllC1!on and administration of
Invention..

A Federal agency may take eny
Suitable and necessary steps to protect
and administer rights to federally owner
inventions. either directly or through
'contract.

§ 404.13 Transfer of custody.

A Federal agency havl..,g custody of a
federally owned invention mey transfer
custody and administration. in whole or
in pert. to another Federal agency. of the
right. title. or interest in such invention.

§ 404.14 Confldentlalily ollnformatlon.

Title 35. United States Code. section.
209. provides that any plan submitted .
pursuant to § 404.8jhl and any report
required by 1404.5(b)[6) may be treated
by the Federal agency as commercial
and financial information obtained from
a person and privileged and confidential
and not subject to disclosure under
section 552 of Title 5 of the United
States Code.

[FR Doc. 85-5832 Filed3-11-a5: 8'-15 am]
_ILUNG CODI13to-'I-II
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(--0DEPARTMENT OF COMMERCE

()fIIce of the Asalstant Secretary for
Producttvlty, T~nologyand
Innovation

37 CFR Part 401

(Docket No.41278-70061

Righta to Inventions Made by
Nonprofit Organizations and Small
Buei_Flrme

AGENCY: Assistant Secretary for
Productivity. Technologyand
Innovation.
ACTION: Final rule.

SUIiMARY:Public Law 98-a2O amended
Chapter 18 of Title 35. United States
Code. dealing with patent rights in
inventions made with Federal funding
by nonprofit organizations and small
business firms. It also reassigned
responsibility for the promulgation of
regulations implementing 35 U.S.C. 202
through 204 and tha establishment of
standard funding agreement provisions
from the Office of Mangement and
Budget (OMB) to the Secretary of
Commerce. This rule makes final the

~ intarim final rule published in the
( "",Federal Register on July 14. 1986. and

!incorporates minor changes as a result
of comments received on the interim
finsl rule..
EFFECTIVE DATE: April 17. 1987.
FOIl FURTHER INFORMATION CONTACT:
Mr. Norman Latker, Director. Federsl
Technology Management Policy
Division. Office of Productivity.
Technology and Innovation. U.S.
Department of Commerce. Room 4837,
Washington. DC 20230. Phone: 202-377
0659.
SUPPI.EMEHTARV INFORMATION:

Background

Public Law 98-<l20 amended Chapter
18 of Title 35. United States Code. and
assignedregulatory authority to the
Secretary of Commerce. The Secretary
has delegated his authority under 35
U.S.C. 206 to the Assistant Secretary for
Productivity. Technology and
Innovation. Section 206 of Title 35 U.S.C.
requires that the regulations and the
standard funding agreement be subject
to public comment before their issuance.
Accordingly. on April 4. 1985. the
Assistant Secretary published a notice
of proposed rulemaking in. the Federal
Register (50 FR13524Jfor public
comment. As noted at that time. the
regulation closely follows OMB Circular
A-124 which the regulation replaced.
Differences between the proposed rule
and the Clrculat were highlighted in

.Supplementary Information

accompanying the notice of proposed
rulemaking.

Additionally. to comply fully with
section 206of Title 35 U.S.C.• the
Department published in the Federal
Registar (51 FR25508J on July 14. 1988, a
final interim rule and requested
comments by September 12. 1986.

Copies of all comments received were
made available for public inspection in
the Department's Central Reference
Records Inspection Facility (CRRIF).
Room 8628 in the Hoover Building.

Information about the availability of
these records for inspection may be
obtained from Mrs. Hedy Walters at
(202J377-3271.

Treatment ofSubstantative Comments
on Interim Final Rule.

A number of comments from eight (8)
different sourcea were received on the
interim final ruie in response to the July
14. 1986 notice.

The Department of Energy (DOE)
submitted five comments on the interim
final rule. All of the comments were
found to have merit and have been
incorporated in the final rule as follows:

DOE's first comment relates to a
suggested clarification in the discussion
portion of the interim final rule relating
to 1401.3(a) (2). DOE's concern is that
the discussion suggests that the right of
the govemmentto declare exceptional
circumstance for national security
reasons is limited to "some limited
situations" and that application of this
section is therefore limited tc situationa
where the invention report;' classified.
DOE correctly points out that this is not
consistent with the actual language of
the regulation. We agree that the words
"some limited situations" should not
have been included in the discussion
portion Qfthe July 14, 1986 notice.

DOE's second comment states that the
reference in the discussion portion of the
inteiim final rule. in § 4OU4(b) to
nuclear weapons programs is
inaccurate. We agree that the word
nuclear should not have been included
in the discussion of § 401.14(b).

DOE's third comment suggests that
§ 401.3(c) be revised to be consistent
with § 401.14(bj. which permits DOE to
draft a substitute clause. We agree and
have included the words. "or substitute
thereto" after the reference to
§ .j01.1.j(bl in § 401.3(c).

Another DOE comment suggests that
§ .jOLlJ(ci 12J goes beyond the similar
provision of O~lB Circular A-124 by
appearing to preclude confidential
disclosure of patent applications or
infurrnauon which is part of a patent
application obtained under the clause to
other dt:f'nde9 or .,;on~ractors of
government agoncies. \Ve have clarified

this by adding the following additional
language to the end of § 401.13(c) (2J:

This prohibition does not extend to
di8closure.to ~ther government agencies or
contractors ot government agencies under an
obligaUon to maintain such infonnation in
confidence.

DOE also suggests thaI1401.13(c)(3)
is unnecessary in view of § 401.13(c)(1).
However. DOE suggests that if it is
retained. 1401.13(cJ(3) should be limited
to the same time period as § 401.13(c){1).
We agree but have made no change
because the language of 1 401.13 [c) (3)
already refers back to and incorporates
the 1401.13(c)(3} already refers back to
and incorporates the 1401.13(b)(1)
limitation.

DOE also states that in § 401.15, first
sentence. third word from the last word.
"of' should be "or". We agree and have
made this change.

Finally, DOE suggests that § 401.15(bJ
should have'the following five words
added at the end: "Unless it has been
licensed," We agree and have included
these five words at the-end of
§ 401.15(b).

Another person submitted six
comments which have been treated as
follows:

The first comment suggests that a
statement be added to § 401.3(c) as
'ollows: "the Department of Energy may
,nly exercise the exception at § 401.3(a)
;.t) with regard to inventions at the
'acility that are made directly and
primarily with funds provided by either
-he Department's naval nuclear
propulsion or nuclear weapons related
programs." This comment was not
accepted since the statute does not use
these terms. Further. all determinations
made under section 401(a)(4J by DOE
are subject to review by the Department
of Commerce under § 401.14(f) and each
determination will be examined to
ensure compliance with the law.

The second comment points out that
in order to make a determination under
§ 401.3(a) (4), an agency must find one of
the conditions set out in § 401.3(al (1).
(2) or (3). We disagree with this
interpretation as § 401.3(a) (4) is
independent of § 401.3(a) (1). (2) and (3).

A third comment suggests that
consideration should be given to adding
language to § tOl.5(g} requiring the
contractor to return a significant or a
major portion of income to the facility at
which the invention was made. This
issue was disposed of in the earlier
interim final rule notice of July 14, 1986,
on page 25509 under the discussion of
1401.5(f). The matter of royalty disposal
is one that is best left to negotiations
between the interested parties.
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Thelourlh comment relates to Ibe
j,n,"age in § 401.5(g) regarding the
phv:sj,:-:allocai1on of contractor
em'ployees responsible lor licensing of
{aGility inventions. The comment
'Jggests that 401.5(g) expressly slate
that contractors be obligated 10
mamtain personnel responsible for
hcansingat the facility. However.
another person requested that the
subsection not be interpreted strictly. to
require that such a person be physically
located at the facility. Section
202Ic)(7J(C) of Pub. L. 98-620 indicates
that licensing be done at the facility. "to
the extent it provides the most effective
technolocy transfer ...''. We believe this
language precludes arbitrarily requiring
that licensing personnel be located at
the lacility.

A fIfth comment recommended
requiring DOf funding agreements to
conform to the language prescribed by
§ 401.14Ib)12) when the exception at
§ 401.3Ia)(41 is used. This was not
accepted, Although we have. in fact.
permitted DOE to use a substitute clause
for tbat set out in § 401.14(b)(2). we will
be reviewing all agency regulations
including DOE's to ensure compliance

r-'l"'ith the law and regulatio~. including
\ ·dl substitute clauses contatned 10

agency regulations.
The final comment of this second

person is that we modify the statement
in § 401.151 a) tbat "within 90 days after
receiving ..." to read: Within 90 days
after receivinga request and supporting
information or sooner if a statutory bar
tn patenting is imminent, the agency
shall either make a determination or
inform the contractor of why a
determination has not yet been made
and when one can reasonably be
expected." This comment was not
accepted. At this lime. this is a matter
best left to the parties to determine on a
case-by- case basis.

A number of comments were also
received regarding a typographical error
in the "Background" section on page
25510 of the July 14. 1988 Federal
Register notice. The word "not" was
inadvertently left out of the last
sentence of tbe fll'st paragraph
discussing § 401.7. The sentence should
have read as follows: "this change has
been made because small business
preference is not intended to inhibit
industrial support of university
research."

Two comments were received thai
(->relate to the exceptions to be made for
\.)handling of inventions if they are under

research at a govemment-owned.
contractor-operated facility (GOCO):

The first comment relates to the
requirement in § 401.5(g) that specifies

tha t income be used for purposes
"cons'stent with research and
deve'opment misston and objectives of

. the lacility." The commenter suggests it
would be preferable that a university be
able to direct the net royalty income to
Ihe most promising research needs.
which may nol necessarily be consistent
with the objective of the GOCO facility.
We cannot accept this suggestion since
the language in the regulation is based
on the statute-Pub. L. 98-620.

The second comment goes on to slate
that § 401.5(g) further specifies that if a
licensing program is successful. then
above a certatn point. 75 percent is to be
paid to Ihe U.S. Treasury. The
$Uf''::l(~stion is that this reduces the
incentive to be successful. and
recommends the deletion of this
requirement. Again. we cannot accept
this suggestion since the regulatory
language herein is based on the
slatute-Pub. L. 98-620.

A third comment references the
special clause entitled. "patenl rights to
nonprofit DOE facility operations." The
comment states tbat this clause removes
a subject invention funded by the naval
nucL'or propulsion or weapons related
prvc. .rns of DOE £-om the normal
pre. 'nption of rig' .ts to the contractor.
and, . quires the petitioning process that
wa- . effect before the enactment of
Put, . 9&-517. The concern is that if
thes, programs are exempted. then there
maybe additional proposals to delete
other programs from the full operations
of Pub. L. 96-517. The comment then
concludes by recommending that this
special clause nol be implemented. We
cannot accept this recommendation
since the statute. Pub. L. 98-620. gives
DOE the discretionary authority to use
this for its naval nuclear propulsion or
weapons related programs.

Another commenl received relates to
§ 401.14(c)(1). which calls for disclosure
by a contractor to the contracting
government agency of each "subject
invention _.. ," within two months of
the time it is disclosed by the inventor in
Writing. Tbe commenter complains that
two months is "too harsh," We do not
accept this comment for two reasons. (1)
The statute. Pub. L. 9&-620. uses the
words "reasonable time" and we think
two months is reasonable; and (2)
§ 401.14(c)(4) allows extensions of time
at the discretion of the agency.

One person asked for greater
guidance on whelher contractor fundmg
of individual scientists at different
universities is an educational award
within 35 U.S.C. 212 and. if so. whal
rigbts such awardees should have. We
have not acted on this comment since

we do not believe any contractor has the
authority to use funding for the
educational awards covered by 35
U.S.C.212.

A comment was submitted that
relates to the discussion in the July 14.
1988 notice of § 401.13(b). The concern is
that the discussion may be
misinterpreted to imply that agencies
may not apply the provisions of Pub. L.
98-620 retroactively. This point is well
taken, It was our intent in the July 14.
1986 discussion of § 401.13(b) to note
only that the Department of Commerce
has nn authority under the law to
require agencies -to waive the cap on the
term of an exclusive license in a patent
clause that predates enactment of Pub.
L. 98-620. There is no question that the
agencies themselveshsve suthority
under the law to waive such cap and the
regulations in fact urge them to do so
absent a substantive reason to do
otherwise.

Another person requested that the
Department of Commerce sel a time for
issuance of draft supplementary
regulations relating to foreign filing
deadlines at § 401.14{c)(3). As we
previously indicated in the Interim final
rule notice on July 14. 1988. we are
considering this matter. Therefore. we
see no reason at this time to set 8

deadline.
Finally. pursuant to requests by two

persons. we have included in this final
notice. uniform policy guidance in
§ 401.1(a) to these final regulations
similar to that included in OMB Circular
A-124. This has been done to ensure
clarity and continuity between OMB
Circular A-124 and these fmal
regulations with regard to policy.

Rulemaking Requirements

As stated in the proposed notice and
the interim final rule. this regulation is
not a major rule as defmed in Executive
Order 12291. and it adds no paperwork
burdens. In fact. it reduces certain
paperwork requirements of the
regulations it replaces. And. as
discussed in connection with the
proposed rule and the interim final rule.
the General Counsel of the Departmenl
of Commerce has certified 10 the Small
Business Administration thai this rule
will not have a substantial economic
impacl on a substantial numbar of small
entities.

Llsi of Subj_ In 37 CFR Cb. IV

Inventions. Patents. Nonprofit
organizations. Small Bualneu firms.
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Dalo: Msrd> 11. 1981.
D. B..... Monifleld.
Auistanl Secretaryfor Productivity,
TBChno/otly and Innovation.

Accordingly. Psrt 401 of Chapter IV of
. Tille 37. the Code of Federal Reguletions
i. revi.ed to read a. follows.

PART 401-AIGHTSTO INVENTIONS
MADE BY NONPROFIT
ORGANIZATIONS ANDSMALL
BUSINESS FIRMS UNDER
GOVERNMENT GRANTS, CONTRACTS,
ANDCOOPERATIve AGREEMENTS

Sec.
401.1 Scope.
401.2 Dellnition..
401.3 Use of the Standard Clauses at

§40\.14.
401.4 Contractorappeals of exceptions.
401.5 ModiO..tion snd t.ilorins of cleu....
401.8 Exerei" of march-inrights.
401.7 Smallbusin... pref.rence.
401.8 Reportlnson utilizationof .ublect

inventions.
401.9 Ret.nllon of right. by contractor

employeeinventor.
401.10 Government 8saignment to

contractor of right. in Inv.nllon of
governmentemployee.

401.11 Appe.1s.
401.12 Uc.ns1ns of b.ckground p.t.nt rights

/~~\ . to third partl...
·101.13 Admini.trationof patent right.

, clause..
401.14. St.ndard pat.nt rightselsu••••
401.15 D.fened determin.tions.
401.18 Submiasiol1l and inquiriee.

AUtbority: 35 U.S.C. 2118 and th. d.leg.tion
of .uthority by th. Secretary of Comm.rceto
the As.i.t.nt Secretary forProductivity.
Technology and fnnovationat Sec. 3lsJ of
ooolG-1.

1401.1 a.:-
(a) Traditionally there have been no

conditions imposed by the government
on research performers while using
private facilities which would preclude
them from eccepting researcb funding
from other sources to expand. to aid In
completing or to conduct aeparate
investigations closely related to
reseerch activities sponsored by the
government. NotWithstanding tbe rigbt
of researcb organizations to accept
supplemental funding from other sources
for the purpose of expediting or more
comprebensively accomplishing the
researcb objectives of the government
sponsored project. it is clear that the
ownersbip provisions of these
regulations would remain applicable in
any invention "conceived or first

~ actually reduced to practice in
, 'lerformance" of the project. Separate

accounting for the two funds used to
support the project in this case is not a
determining factor.

(1) To the extent that a non
government sponsor established a

project which. although closely related.
falls outside the planned and committed
activities of a government-funded
project and doee not diminish or distract
from the performance of sucb activitles.
inventions made in performance of tbe
non-government sponsored project
would not be subject to the conditions of
these regulations. An example of such
related but separate projects would be a
government sponsored proleet having
research objectives to expand scientific
understanding in a field and a closely
related industry sponsored project
having as its objectives tbe application
of such new knowledge to develop
usable new technology. The time
relationship in conducting the two
projects and tbe use of new fundamental
knowledge from one in the performance
of tbe other are not important
determinants since most inventions rest
on a knowledge base built up by
numerous independent research efforts
extending over many years. Should such
an invention be claimed by tbe
performing organization to be the
product of non-government sponsored
researcband be challenged by the
sponsoring agency as being reportable
to the government as a "subject
invention". the challenge is appealable
as described in 1 401.11(d).

(2) An invention which is made
outside of the researcb activities of a
government-funded project is not
viewed as a "subject Invention" since it
cannot be shown to have been
"conceived or first actu» :ly reduced to
practice" in performano" of the project.
An obvious example of this is a
situation where an instrument
purchased with goveriUnent funds is
later used. without interference with or
cost to the govemment-funded project.
in making an invention all expenses of
which involve only non-government
funds.

(b) This part inplements 35 U.S.c. 202
through 204 and is applicable to all
Federal agencies. It applies to all
funding agreements with small business
firms and nonprofit organizations
executed after the effective date of tbis
part. except for a funding agreement
made primarily for educational
purposes. Certain sections also provide
guidance for the administration of
funding agreements which predate the
effective date of this part. In accordance
with 35 U.S.C. 212. no scholarsbip.
fellowsbip. training granl. or otber
funding agreement made by a Federal
agency primarily to an awardee for
educational purposes will contain any
provision giving the Federal agency any
rights to inventions made by tbe
awardee.

(c) The "march-In" and appeals
procedures in U 401.6 and 401.11 shall
apply to any march-m or appeal
proceeding under a funding agreement
subject to Cbapter 16 of Title 35. U.S.C..
initiated after the effective date of this
part even jf the funding agreement was .
executed prior to that date.

(d) At the request of the contractor. a
funding agreement for the operation of a
government-owned facility which is in
effect on tbe effective date of this part
shall be promptly amended to include
the provisions required by II 4OU(a)
unless tbe agency determines tbat one of
the exceptions at 35 U.S.C. 202(a)(IJ
through (IvI1401.3(aJ(6) through (iv) of
this part) is applicable and will be
applied. If the exception atI401.3(aJ(iv)
is determined to be applicable. tbe
funding agreement will be promptly
amended to include tbe provisions
required by 1401.3(c).

(e) This regulation supersedes OMB
Circular A-124 and shall take
precedence over any regulations dealing
with ownership of inventions made by
small businesses and nonprofit
organizations wbich are inconsistent
with it. This regulation will be followed
by all agencies pending amendment of
agency regulations to conform to this
part and amended Chapter 16 of Title 35.
Only deviations requested by a
contractor and not inconsistent with
Chapter 16 of Title 35. United States
Code. may be made without approval of
the Secretary. Modifications or tailoring
of clauses as authorized by 1 401.5 or
1401.3. wben alternative provisions are
used under 1401.3(aJ(1) through (4). are
not considered deviations reqUiring tbe
Secretary's approval. Three copies of
proposed and final agency regulations
supplementing tbis part shall be
submitted to the Secretary at the office
set out in 1401.16 for approval for
consistency with tbis part before they
are submitted to the Office of
Management and Budget (OMB) for
review under Executive Order 12291 or.
if no submission is required to be made
to OMB. before theirsubmission to the
Federal Register for publication.

(f) In tbe event an agency bas
outstanding prime funding agreements
that do not contain patent flow-down
provisions consislent with this part or
earlier Office of Federal Procurement
Policy regulations (OMB Circular A-l24
or OMB Bulletin 61-22). tbe agency shall
take appropriate action to ensure that
small business firms or nonprofit
organizations that are subcontractors
under any sucb agreements and that
received tbeir subcontracts after Jul;' 1.
1961. receive rigbts in their subject
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r-,
inventions that are consistent with
Chapter 18 and this part.

(g)This part is not intended to apply
to arrangements under which nonprofit
organizations, small busineas firms. or
others are allowed 10 use governmenl
owned research facilities and normal
technical assistance provided to users of
those facili ties, whether on a
reimbursable or nonreimbursable basis.
This part is also not intended 10 apply 10
arrangements under which sponsors
reimburse the government or facility
contractor for the contractor employee's
time in performing work for the sponsor.
Such arrangements are not considered
"funding agreements" as defined al35
U.S.C. Z01(b)and 1401.2(a) of this part.

§4OU_
As used in this part-
(a) The term "funding agreemenl"

means any contract. sranl, or
cooperative agreement entered into
between any Federal agency, other than
the Tennessee Valley Authority, and
any contractor for the performance of
experimental. developmental. or
research work funded in whole or in
part by the Federal government, Thi.
term also includes any a.signment,
substitution of partie., or subcontract of
any type entered into for the
performance of experimental,
developmenlal. or research work IUIder
a funding agreemenl a. defined in the
first sentence of this paragraph.

(b) The term "contractor" means any
person. small business finn or nonprofit
organization which is a party to a
fundinA agreement,

(c) The term "invention" mean. any
invention or discovery which Is or may
be palentable or otherwise protectable
under Tille 35 of the United States Code.
or any novel variety of plant which ia or
may be proleclable under the Plant
Variety Protection Act (7 U.S.C. 2321 et
seq.).

(d) The term "subject invention"
means any invention of a contractor
conceived or first actually reduced to
practice in the performance ofwork
under a funding agreement: provided
that in the case of a variety of plant, the
date of determination (as defined in
section 41(d) of the Plant Variety
Prolection Acl, 7 U.S.c. 2401(d)) must
also occur during the period of contracl
performance.

(e) The term "practical application"
means to manufacture in the case of a
composition of product, to practice in
the case of a process or method, or 10
operate in the case of a machine or
sy.lem: and, in each case, under such
condition. as to establi.h that the
Invention i. being utlUzed and that its
benefits are. 10 the extent permitted by

law or governmenl regulations.
available to the public on reasonable
terms;

(0The lerm "made" when used in
relation to any invention means the
conception or first actual reduction to
practice of such invention.

(gJThe term "small business firm"
means a small business concern as
defined et section 2 of Pub. L.85-536 (15
U.S.C. 632) and implementing
regulations of the Administrator of the
Small Business Administration. For the
purpose of this part, the size standards
for small business concerns involved in
government procuremenl and
subcontrecting at 13 CFR 121.5 will be
used.

(h) The lerm "nonprofit organization"
means universities and other institutions
of higher education or an organization of
the type described in section 501(c](3) of
the Internal Revenue Code of1954 (28
U.S.c. 501(c) and exempt from taxation
under section 501(e) of the Internal
Revenue Code (28 U.S.c. 501(e)) or any
nonprofit scientific or educational
organization qualified undar a stata
nonprofit organization .tatule.

(i) The term "C''ulpter 18" means
Chapter 18 of Ti' .e 35 of the United
Sia Ie. Code.

(j) The tann "Secretary" mean. the
Secretary of Commerce or his or her '
designee.

f 401.3 Useof tilea-ea-et
§401.1C.

(a) Eachfunding agreement awarded
to a small business tl1'lltl or nonprofit
organization (except those subject to 35
U.S.C. 212) shall contain the clause
found in 1401.14(a) with such
modifications and tailoring as
authorized or requirad elsewhere in this
part. However, a funding agreement may
contain alternativa provisions-

(1) Whan the contractor ia not located
in the United Slates or doe. nol have a
place of business located in the United
Stales or ia subject to the control of a
foreign government: or

(2) In exceptional clrcumslances whan
It i. determined by the agency thai
restriction or elimination of the right to
retain title to any subjecl invention will
better promote the policy and objectives
of Chapter 18 of Title :ISof the United
Statas Code; or

(3) Whan It Is determined by s
governmenl authority which is
authorized by statute or executive order
10 conduct foreign intelligence or
counterintelligence activities that the
restriction or elimination of the right to
retain titla to any subject invention i.
necaosary to protect the .ecurity 10 such
activities; or

(4) When the funding agreement
include. the operation of the
government-owned, contractor-operaled
facility of the Deparbnent of Enel'lJY
primarily dedicated 10 that Department's
naval nuclear propulsion or weapons
related programs and all funding
agreement limitations under this
subparagraph on the contractor's rlghllo
elect title 10 a subject invention are
limited to inventions occurring under the
above two programs.

(b) When an agency exercises the
exceptions at I 401.3(a)l2) or (3). It shall
use the standard clause atI401.14(a)
with only such modifications as are
necessary 10 address the exceptional
circumstances or concerns which led 10
the use of the exception. For example. If
the justification rela.tes to a particular
field of use or market, the clause might
be modified along lines similar to those
described in 1401.14(b).1n any event,
the clause .hould provida tbe contractor
with an opportunity to receive greater
rights in accordance with tha procedures
at I 401.15.When an agency justifies
and exercises the exception at
1401.3(aJ(2) and uses an alternative
provision In tha funding agreement on
the basis ofnational security, the
provision shall provide the contractor
with the right to alect ownership to any
invention mada under .ueb fundIns
agreement a. provided by the Stancl.srd
Patent Rights Clause found at , 401.14(a)
If the invantion ia not claasifiad by the
agency within six monthe of the data it
is reported to the agency, or withiD the
same time period the DeparlDIeut of
EnIll'lJY does not, as authorized by
regulation. law or Executive Order or
implemelltlng reguialicma thereto.
prohibll unauthorized dlaseminatioD of
tha invention. Contracts in 8IIppOI1 of
DOE'. naval nuclear propuisioD prosram
are exempted from thie paragrepb.

(c) Whan the Departmant of Enel'lJY
exercises the exception at , 401.3(a)l4),
It shall uaathe clause prescribed at
1401.14(b) or .ubetitute thereto with
such modification and tailoring as
authorized or required elsewbere in this
part.

(d) When a funding agreement
involve. a serie. of separata task ord ......
an agency may apply the exceptions at
1401.3(aJ(2) or (3) to individuallask
ordars. and It may structure the contract
so that modified patant rights provialoftl
will apply to the task order evan tboush
the clause. at either 1401.14(a) or (h)
are applicable to the remainder of the
work. Agenclea are a..thorized to
negotiate such modified provillo... with
respect to taskorders added to a
fandIns agre8JDant after Its Initial
award.
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r""". (el Before utilizing any of the
exceptions in 1401.3(al of this section,
the agency shall prepare a written
determination, including a statement of
facts supporting the determination, that
the conditions identified in the
exception exist. A separate statement of
facts shell be prepared for each
exceptional circumstances
determination. except that in
appropriate cases a single determination
may apply to both a funding agreement
and any subcontracts issued under it or
to any funding agreement to which such
an exception is applicable. In casea
when 1401.3(a)(2) is used, the
determination shell also include an
analysis justifying the determination.
Thisanalysia should address with
spaclficity how the alternate provisions
will hetter achieve the objectives set
forth in 35 U.S.C. 200. A copy of eech
determination. statement of facts, and, If
applicable, analysis shall he promptly
provided to the contractor or
prospective contractor along with a
notification to the contractor or
prospective contractor of Its rights to
appeal the determination of the
excaption under35 U.S.c. 202(bl(41 and
I 401.4of thie part.

(I) Except for determinations under
1401.3(al(3). the agency shell also
provide copl.. of each determination,
statement of fact. and analyais to the
Secretary. These shell be sent withIn 30
deys after the award of the funding
agreement to which they pertain. Copiee
shell elso be sent to the Chief Counsel
for Advocacy of the Smell Business
Administration If the funding agreement
is with asmell business firm.If the
Secretary of Commerce believes thet
any individual determination or pattern
of determinations is contrary to the
policies and objectives of this chapter or
otherwise not in conformance with this
chapter, the Secretary shell so advise
the head of the agency concerned and
the Administrator of the Office of
Federal Procurement Policy and
recommend corrective actions.

(g)To assist the Comptroller General
of the United States to eccomplish his or
her responsibilities under 35 U.S.c. 202,
each Federal agency that enters into any
funding agreements with nonprofit
organizations or small business firms
shall accumulate and, at the request of
the Comptroller GeneraL provide the
Comptroller General or his or her duly
authorized representative the total

r>: number of prime agreements entered
into with smell business firma or
nonprofit organizations thet contain the
patent rights clause In thlo part or under
OMS Circular A-l24 for each fiscal year
beginning with October I, 1982.

(hi To qualify for the standard clause,
a prospective contractor may be
required by an agency to certify that it is
either a small business firm or a
nonprofit organization. If the agency has
reason to question the status of the
prospective contractor as a small
business firm. il may file a protest in
accordance with 13 CFR121.9. If Ii
questions nonprofit stetus. il may
require the prospective contractor to
furnish evidence to esteblish its status
as a nonprofit organization,

f 401.4 Contraclor Ill ....... ofaxceptlonL
(a) In accordance with 35 U.S.C.

202(b)(41 a contractor has the right to an
administrative review of a
determination to use one of the
exceptions at 1401.3(a) (1) through (41 if
the contractor believes that a
determination Is either contrary to th.""
policies and objectives of this chapteror
constitutes an abuse of discretion by the
agency. Paragraph (b) of this section
specifies the procedures to be followed
by contractors and agencies in such
cases. The assertion of ouch a claim by
the contractor shall not be used aa a
basi. for withholding or delaying the
award of a funding agreement or for
suspending performance under an
award. Pending final reoolution of the
claim the contract may be Issued with
the patent rights provision propooed by
the agency: however. should the final
decision be in favor of the contractor,
the funding agreement will be amended
accordingly and the alDe' ment made
retroactive to the effective date of the
funding agreement.

(b1(1) A contractor may appeal e
determination by providing written
notice to the agency withIn 30 working
days from the time Ii receives a copy of
the agency's determination. or withIn
such longer time 88 an agency may
specify In Its regulations. The
contractor's notice should specifically
identify the basis for the appeal.

(21 The appeal shall be decided by the
head of the agency or by his/her
designee who is at a level above the
person who made the determination. If
the notice raises a genuine dispute over
the material facts. the head of the
agency or the designee shall undertake.
or refer the matter for. fact·flnding.

(3) Fact-finding shall be conducted In
accordance with procedures established
by the agency. Such procedures shall be
as informal as practicable and be
consistent with principles of
fundamental fainlesl. The procedures
should afford the contractor the
opportunity to appear with counseL
submit documentary evidence. present
wilnes... and confront such person. 88 .
the agency may rely upon. A transcribed

record shalfbe made and shall b.
available at cost to the contractor upon
request. The requirement for a
transcribed record may be waived by
mutual agreement of the contrsctor and
the agency.

(41 The official conducting the fact
finding shall prepare or adopt written
findings of fact and transmit them to the
head of the agency or designee promptly
after the conclusion of the fact-finding
proceeding along with a recommended
decision. A copy of the findings of fact
and recommended decision shall be sent
to the contractor by registered or
certified mail.

(5) Fact-finding should be completed
within 45 working days from the date
the agency receives the contractor's
written notice.

(61 When fact-finding has been
conducted, the head of the agency or
designee shall base his or her decision
on the facts found. together with any
argument submitted by the contractor.
agency officials or any other information
in the administrative record. In cases
referred for fact-finding, the agency
head or the designee may reject oniy
those facts that have been found to be
clearly erroneOlll. but must explicitly
state the rejection and indicate the basis
for the contrary finding. The agency
head or the designee may heer oral
arguments after fact-finding provided
that the contractor or contractor's
attorney or representative is present and
given an opportunity to make erguments
end rebuttal. The decision of the agency
head or the designee shall be in writing
and, If it Is unfavorable to the contractor
shell include an explanation of the basis
of the decision. The decision of the
agency or designee shell be made within
30 working deys after fact-finding or. if
there was no fact-finding, within 45
working days from the dete the agency
received the contractor's written notice.
A contractor adversely affected by a
determination under this section may, at
any time within sixty days after the
determination Is issued, file a petition in
the United States Claims Court. which
shall have jurisdiction to determine the
appeal on the record and to affirm.
reverse, remand, or modify as
appropriate, the determination of the
Federal agency.

1401.1 ModltIcatIonlIllduliloring of-(a) Agencle. should complete the
blank in paragraph (g)(21 of the clallses
at I 401.14 In accordance with their own
or applicable government-wide
regulations such as the Federal
Acquisition Regulation. In grants and
cooperative agreements (and in
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contracts. if not inconsistent with the
Federal Acquisition Regulation)
agenciea wishing to apply the same
clsuse to all subcontractors as is applied
to the contractor may delete paragraph
(g)(Z) of the clause and delete the words
"to be performed by a small business
firmor domestic nonprofit organization"
from paragraph (g)(l). Also. if the
funding agreement is a grant or
cooperative agreement. paragraph (g)(3)
may be deleted. When either paragraph
(g)(Z) or paragraphs (g) (2) and (3) are
deleted. the remaining paragraph or
paragraphs should be renumbered
appropriately.

(b) Agencies should complete
paragraph (I), "Communications". at the
end of the clauses at § 401.14 by
designating a central point of contact for
communications on mailers relating to
the clause. Additional instructions on
communications may also be included in
paragraph (I).

(c) Agencies may replace the
italicized words and phrases in the
clauses at §401.14 with thosa
appropriate to the particular funding
agreement. For example. "contracts"
could be replaced by "granl,"
"contractor" by IIgrantee,nand
"contracting officer" by "grants officer."

0Pepending on its use. "Federal agency"
. can be replaced either by the

identification of the agency or by the
apecification of the .particular office or
official within the agency.

(d) When.the agency head or duly
authorized designee determines at. the
time of contracting with a small
business firm or nonprofit organization
thet it would be in the national interest
to acquire the right to sublicense foreign
governments or international
organizations pursuant to any existing
treaty or international agreement. a
sentence may be added at the end of
paragraph (b) of the clause at §401.14 as
follows:

Thia license will Includethe right of the
government to 8ublicense foreign
governments. their nationals; md
intemational organization.. pursuant to the
followingtreatiel or international
agreements:

The blank above ahould be completed
with the namea of applicable existing
treatiea or intemational agreements.
agreements of cooperation. memoranda
of understanding. or similar
arrangements. including military

/">, agreements relating to weapons
(. ;development and production. The above
. . language i8 not intended to apply to

treaties or other agreements that are in
effect on the date of the award but
which are not listed. Altematively.

agencies may use substantially similar
language relating the govemment's
rights to specific treaties or other
agreements identified elsewhere in the
funding agreement. The language may
also be modified to make clear that the
rights granted to the foreign government.
and its nationals or an intemational
organization may be for additional
rights beyond a license or sublicense if
so required by the applicable treaty or
international agreement. For example. in
some exclusive licenses or even the
assignment of title in the foreign country
involved might be required. Agencies
may also modify the language above to
provide for the direct licensing by the
contractor of the foreign government or
intemational organization.

(e) If the funding agreement involves
performance over an extended period of
time. such as the typical funding
agreement for the operation of a
government-owned facility. the
following language may also be added:

Theogeney reserves the right to
unilaterellyamend this fundinsogreemenl to
identifyspecific treaties or international
asreements entered into or to be entered into
by the governmentafter the effectivedate of
this funding osreement and effectuate those
license or other ri. ds whichare nece88sry
for the government to meet Its obligationsto
foreign govemmenta. their nationals and
international organizationsunder such
treaties or intemational agreementswith
respect to subject inventionsmade after the
date of the amendment

(f) Agencies may add additional
subparagraphs to paragraph (f) of the
clauses at § 401.14 to require the
contractor to do one or more of the
following:

(1) Provide a report prior to the close
out of a funding agreement listing all
subject inventions or stating that !bere
were none.

(2) Provide. upon request, the filing
date. serial number and title; a copy of
the patent application: and patent
number and Issue date for any subject
invention in any country in which the
contractor has applied for patents.

(3) Provide periodic (but no more
frequently than annual) listings of all
subject inventions which were disclosed
to the agency during the period covered
by the report.

(g) If the contract Is with a nonprofit
organization and Is for the operation of
a government-owned. contractor
operated facility. the following will be
substituted for paragraph (k)(3) of the
clause at §401.14(a):

(3)Afterpsyment of patenting costll,
licensingcost.. payments to inventom. and
other expenses incidental to the
administration of subject invention.. the
balance of any royalties or incomeearned

and retained by the contractor durinsany
fiacalyear on subject inventionsunder this or
any successorcontract containing the same
requirement. up to any amountequal to five
percent of the budgetof the facility fa. that
fiscal year. sban beueed by the contractor for
scientificresearch. development. and
education consistent with the research and
developmentmission and objectivesof the
facility, including activities that increase the
licensing potential of other inventionsof the
facility. If the balance exceeds five percent.
15 percent of the exceeeabove fivepercent
shall bepaid by the contractor to the
Treasury of the UnitedStates and the
remaining Z5 percent shall be used by the
contractor onlyfor the same purposes 8S

described above.To the extent it provides the
most effectivetechnology transfer. the
licensingof subject inventions shan be
administered by contractor employeeson
location at the facility.

(h) If the contract is for the operation
of a government-owned facility.
agencies may add the following at the
end of paragraph (f) of the clause at
§ 401.14(a):

(5)The contractor shall establish and
Maintain active andeffectiveprocedures to
ensure that oubjectinvenlions are promptly
identifiedand timelydisclosedand shan
submit a descriptionof the procedureslo the
contractinaofficer 10 that the contracting
officermay evaluate and detenninetheir
effectiveness.

f 401.8 ex_of IIIUIlh-In rtghlL

(a) The following procedures shall
govem tha exarcise of the march-in
rights of the agencies set forth in 35
U.S.c. 203 and paragraph (j) of the
clause at §401.14.

(b) Whenever an agency receives
information thet it belleves might
warrant the exercise of march'in rights,
before initiating any march-in
proceeding. it shaD notify the contractor
in writing of tha information and request
informal wrillen or oral comments from
the contractor as weD al information
relevant to !be matter, In the absence of
any comments from the contractor
within 30 days. !be agency may. at its
discretion. proceed with ·the proceduree
below. If a comment is receivad within
30 days. or later If the agency hal not
initiated the proceduree below. then the
agency shall. within 60 days after it
receives the comment, either initiate !be
procedures below or notify the
contractor. in writing, that it will not
pursue march-in rights on the basis of
the available information.

(c) A march-in proceeding shall be
initiated by the Iasuance of a written
notice by !be agency to the contractor
and its assignee or exclusive licensee. as
applicable and If known to the agency.
stating that the agency is considering
the axerclse of march-in rights, The

€
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(-)notice shall state lhe reasons for the
. proposed march-ill. in terms sufficient to

putlhe contractor on notice of lhe facts
upon which lhe action would be based
and shall specify lhe field or fields of
use in which lhe agency is considering
requiring licensing. 'The notice shall
advise lhe contractor (assignee or
exclusive licensee) of its rights, as set
forlh in lhis section and in any
supplemental agency regulations. The
determination to exercise march-in
rights shell be made by the head of tha
agency or his or her designee.

(d)Wilhin 30 days after lhe receipt of
the written notice of march-in, lhe
contractor (assignee or exclusive
licensee) may submit in person. in
writing, or through a representative,
information or argument in opposition to
the proposed march-In, including any
additional specific information whieb
raises a genuinedisputeover the
material facts upon which lha march-in
is based. If the information presented
raises a genuine dispute over lhe
materiel facts, lha head of lhe agency or
designee shall undertake or refer lhe
matter to another official for fact
finding.

~> (ej Fact-rmd:in8 shall be conducted ill.
i ··iaccordance wllh lha procedures

established by the agency. Such
procedures sball be as informal as
practicable and be consistent wilh
principles of fundamental fainless. 'The
procedures should afford lhe contractor
the opportunity to appear wilh counsel.
submit documentary eVidence. present
witnesses and confront sueb persons as
the agency may present. A transcribed
record shall be made and shall be
available at cost to lhe contractor upon
request. The requirement for a
transcribed record may be waived by
mutual agreement of lhe contractor and
the agency. Any portion of lhe march·in
proceeding, including a fact-finding
hesring lhat involves testimony or
evidenca relating to lhe utilization or
efforts at obtaining utilization lhat are
being made by tbe contractor. its
assignee, or licensees shall be closed to
lhe public, including potential licensees.
In accordance wilh 35 U.S.C. 202(c](5),
agencies shall not disclose any such
information obtained during a march-in
proceeding to persons outside lhe
government except when such release is
authorized by lhe contractor (assignea
or licensee).

(£) 'The official conducting lhe fact
finding shall prepare or adopt written
findings of fact and transmit lhem to the
head of lhe agency or designea promptly
after tha conclusion of tbe fact-finding
proceeding along wilh a recommended
determination. A copy of tbe findings of

fact shall be sent to lhe contractor
(assignee or exclusive licensee) by
registered or certified mail. Tba
contractor (allllignee or exclusive
licensee) and agency representatives
will be given 30 days to submit written
arguments to tbe bead of lhe agency or
designee; and. upon request by tbe
contractor oral arguments will be beld
before tbe agency head or designee tbat
will make lhe final determination.

(g) In cases in which fact-finding has
been conducted. the head of tbe agency
or designee shall base his or ber
determination on tbe facts found,
together with any olher information and
written or oral arguments submitted by
lhe contractor (assignee or exclusive
licensee) and agency representatives.
and any other information in the
administrative record. The consistency
of the exercise of mareb-in rigbts with
lhe policy and objectives of 35 U.s.c.
200 shall also be considered. In cases
referred for fact-finding, lhe head of the
agency or designee may reject only
lhose. facts lhat have been found to be
clearly erroneous, but must explicitly
state the rejection and indicate lhe basis
for the contrary finding. Written notice
of lhe determination whelher march-in
rights will be exercised shall be made
by the head of lhe agency or designee
and sent to tbe contractor (assignee of
exclusive licensee) by certified or
registered mail wilhin 90 days after lhe
completion of fact-finding or 90 days
after oral arguments, whicbev 3r is later.
or the proceedings will be de.med to
have been terminated and lhereafter no
march-in based on lhe· facts and reasons
upon which lhe proceeding was initiated
may ba exercised.

(h) An agency may, at any time,
terminate a march-in proceeding if it is
satisfied that it does not wish to
exercise march-in rights.

(i) 'The procedures of this Part shall
also apply to lhe exercise of march-in
rights against inventors receiving title to
subject inventions under 35 U.S.C. 202(d)
and. for that purpose, lhe term
"contractor" as used in lhis section shall
be deemed to include the inventor.

(j) An agency determination
unfavorable to lhe contractor (assignee
or exclusive licensee) shall be held in
abeyance pendinlllhe exhaustion of
appeals or petitions filed under 35 U.S.C.
203(2).

(k) For purposes of this section the
term "exclusive licensee" includes a
partially exclusive licensee.

(1) Agencies are aulhorized to issue
supplemental procedures not
inconsistent witb lhis part for the
conduct of march-in proceedings.

§ 401.7 Snt8lIIluIlMUPreference.

(a) Paragreph (k](4) of the clauses at
§ 401.14Implements the small business
preference requirement of 35 U.S.C.
202(c)(7](D). Contractors are expected to
use efforts that are reasonable under the
circumstances to attract small business
licensees. 'They are also expected to give
small business firms that meet the
standard outlined in the clause a
preference over olher applicants for
licenses. Wbat constitutes reasonable
efforts to attract small business
licensees will vary with lhe
circumstances and thenature. duration.
and expense of efforts needed to bring
lhe invention to the market. Paragrapb
(k)(4) is not intended, for example,.to
prevent nonprofit organizations from
providinglarger firma wilh a right of
first refusal or other options in
inventions lhat relate to research being
supported under long-term or other
arrangements with larger companies.
Under such circumstances it would not
be resonable to seek and to give a
preference to small business licensees.

(b) Small business finit.lhat believe a
nonprofit organization is not meeting its
obligations under lhe clause may report
lheir concems to the Secretary. To lhe
extent deemed appropriate. the
Secretary will undertake informal
investigation of tbe concern. and, if
appropriate, enter into discussionsor
negotiations wilh the nonprofit
organization to the end of improVing its
efforts in meeting its obligations under
the clause. However. in no event wllilhe
Secretery inte"ene in ongoing
negotiations -oi-contractor decisions
concerning the ncensing of a specific
subject invention. All the above
investigations. discussions, and
negotiations of lhe Secretary will be in
coordination with other interested
agencies, including lhe Small Business
Administration: and In lhe case of a
conlract for lhe operation of a
government-owned, contractor operated
research or production facility. the
Secretary will coordinate wilh the
agency responsible for the facility prior
to any discussions or negotiations wilh
the contractor.

401.8 Reporting on utlIIZlItlon 01 subject
Inven_

[a] Paragraph (b) of lhe clauses at
§ 401.14and its counterpart in lhe clause
at Attachment A to OMB Circular A-l24
provides lhat agencies have lhe right to
receive periodic reports from tbe
contractor on utilization of inventions.
Agencies exercising lhis right should
acceptsueb information. to lhe extent
feaSible, in lhe formatlhat lhe
contractor normally prepares it for its



.:.F;;ed;;e;;;r;;a;;I~R;;e~gI~·s~l;;;er~/~v~o~I.~5~2~.~N~o~.~52~/~w~e~d!!iI1!!i.e~s~d~dJ~'.~M~a~r~ch~1!!!8~.!!!i~i;rn:. I Rules and Regula tions 8559= •
own internal purposes. The prescription
of forms should be avoided. However.
any forms or standard questionnaires
that are adopted by an agency for this
purpose must comply with the
requirements of the Paperwork
Reduction Act. Copies shall be sent to
the Secretary.

(b] In accordance with 35 U.s.C. 202(c)
(5) and the terms of the clauses at
§ 401.14. agencies shall not disclose such
tnformadon to persons outside the
government. Contractors will continue
to provide confidential markings to help
prevent inadvertent release outside the
agency.

§ 401.9 Retention ot Rights by Contractor
Employee Inventor.

A~p.nripClwhirh81l0Wan employee/
inventor ot l .. t" ••l'iI<.QI.~l:r w It:i.u;l!

rignts to ;,0"i>i.i. .... jt;.:., mvennon made under
a funding agreement with a small
business firm.or nonprofit organization
contractor. as authorized by 35 U.S.C.
202(d]. will impose upon the inventor at
least those conditions that would apply
to a small business firm contractor
under paragraphs (d)(l] and (3): (f)(4):
(h): (i): and [j) of the clause at
§ 401.14(a).

§ 401.10 Government AsIIgnment to
Contnctor 01 Righla In Invention 01
Government Employ...

In any case when a Federal employee
is a co..inventor of any invention made
under a funding agreement with a small
business finn or nonprofit organization
and the Federal agency employing such
co..inventor transfers or reassigns the
right it has acquired in the suhject
invention from its employee to the
contractor as authorized by 35 U.S.C.
202(e). the assignment will be made
subject to the same conditions as apply
to the contractor under the patent rights
clause of its funding agreement.
Agencies may add additional conditions
as long as they are consistent with 35
U.S.C. 201-206.

§ 401;11 AppeaIL

(a) As used in this section. the term
"standard clause" means the clause at
§ 401.14 of this part and the clauses
previously prescribed by either OMB
Circular A-124 or OMB Bulletin 81-22.

(h) The agency official initially
authorized to take any of the following
actions shall provide the contractor .with
a written statement of the basis for his
or her action at the time the action is
taken. including any relevant facts that
were relied upon in taking the action.

(1) A refusal to grant an extension
under paragraph (c)(4) of the standard
clauses.

(2) A request for a conveyance of title
under paragraph [d) of the standard .
clauses.

(3) A refusal to grant a waiver under
paragraph (i) of the standard clauses.

(4) A refusal to approve an
assignment under paragraph (k)(l) of the
standard clauses.

(5) A refusal to grant an extension of
the exclusive license period under
paragraph (kH2) of the clauses
prescribed by either OMB Circular A
124 or OMB Bulletin 81-22.

(c) Each agency shall establish and
publish procedures under which any of
the agency actions listed in paragraph
(b) of this section may he appealed to
the head of the agency or designee.
Review at this level shall consider both
the factual and legal basis for the
actions and its consistency with the
policy and objectives of 35 U.S.C. 200
206. .

(d) Appeals procedures established
under paragraph (c) of this section shah
include administrative due process
procedures and standards for fact
finding at least comparable to those set
forth in § 401.6 (e) through (g) whenever
there is a dispute as to the factual basis
for an agency reqr ,st for a conveyance
of title under paragraph (d) of the .
standard clause. including any dispute
as to whether or not an invention is a
subject invention;

(e) To the extent thai any of the
actions described in paragraph (b) of
this section are subject to appeal under
tbe Contract Dispute Act. the procedure.
under the Act will satisfy tbe
requirements of paragraphs (c) and (d)
of this section.

§ 401.12 Ucenolng olJ!lC=kaDII.nd Patent
Righta to Third PlInieL

(a) A funding agreement with a small
business firm or a domestic nonprofit
organization will not contain a provision
allowing a Federal agency to require the
licensing to third parlies of inventions
owned by the contractor that are not
subject inventions unless such provision
has been approved by the agency head
and a written justification has been
signed by the agency head. Any such
provision will clearly state whether the
licensing may be required in connection
with the practice of a subject invention.
a specifically identified work object. or
both. The agency head may not delegate
the authority to approve such provisions
or to sign the justification required for
such provisions.

(b) A Federal agency will not require
the Iicensing of third parties under any
such provision unless the agency head
determines that the us. of the invention
by others is necessary for the practice of
8 subject invention or for the use of a

'Work object of the funding agreement
and that such action is necessary to
achieve practical application of the
-subjsct invention or work object. Any
such determination will be on the record
after an opportunity for an agency
hearing. The contractor shall be given
prompt notification of the determination
by certified or registered mail. Any
action commenced for judicial review of
such determination shall be brought
within sixty days after notification of
such determination.

§ 401.13 Admlnlstratlon 01 Patent Right.
ClauseL

(a) In the event a subject invention is
made under funding agreements of more
than one agency. at the request of the
'Contractor or on their own initiative the
agencies shall designate one agency as
responsible for administration of the
rights of the govemment in the
invention.

(b) Agencies shall promptly grant.
unless there is a significant reason not
10. a request by a nonprofit organization
under paragraph (k)(2) of the clauses
prescribed by either OMB Circular A
124 or OMB Bulletin 81-22 inasmuch as
35 U.S.C. 202(c](7) has since been
amended to eliminate the limitation on
the duration of exclusive licenses.
Similarly. unless there is a significant
reason not to. agencies shall promptly
approve an assignment by a nonprofit
organization to an organization which
has as one of its primary functions the
management of inventions when a
request for approval has been
necessitated under paragraph (k)(l) of
the clauses prescribed by either OMB
Circular A-124 or OMB Bulletin 81-22
because the patent management
organization is engaged in or holds a
substantial interest in otber
organizations engaged in the manfacture
or sale of products or the use of
processes that might utilize the
invention or be in competition with
embodiments of the invention. As
amended. 35 U.S.C. 202(c](7) no longer
contains this limitation. The policy of
this subsection should also be followed
in connection with similar approvals
that may be required under Institutional
Patent Agreements. other patent rights
clauses. orwaivers that predate Chapter
18 of Title 35. United States Code.

(c) The President's Patent Policy
Memorandum of February 18. 1983.
states that agencies should protect the
confidentiality of invention disclosure.
patent applications. and utilization
reports required in performance or in
consequence of awards to the extent
permitted by 35 U.S.C. 205 or other
applicable laws. The following
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/"requinmellta Ihould be followed re
i ,~aar-entaCIlveredby and

predaliD& IbisPart 4lIL
(1) To !be extent anthorized by 35

U.s.c. 205.qendel abaU DOl diac:loae to
thlrd partiea pnrauanl to reqneala lIDdH
tha Freedom of IJIformalioaAct (FOIA)
any informalioDdlacIoains a subject
invention for a rea_ble time in order
for a patenl applicatioll to be filed. With
respecl to subjec:l iDVllDtioJIII of
contractOl'll that are una1l buaiDela finu
or nonprofit orgBDizationa. a re_hIe
time ahall be the time duringwhich an
initial patent applk:elion IIIIIY be filed
under parqrapb (c) of the standud
clanae foundatI4llL14(e) or Iudl olber
clauae may be U88d ill the f1IndIDa
agre_t. H-....an qeJICJ may
disc:l_ auch subject iDveDlioDs WlliIr
the FOIA, at ita diacrelieJD, after e
contrac:lorb.. electectDDt to relaiD title
or after the bme in wbidI the__
is required to m,J<e an election if the
contractor baa DOl made an e1act1oa
witbiDtbat time. SlmiIarIy. aD lIlIIlIE1t
may honor a FOIAnlqU811tat Ita
discretioll if it linds that tba _
information has )IIVrioualy lIe8iI
publi8lledby the in_two __clor._
otlwwiae. U the qency plana to fife

/-',itaelfwhee tba contractorbeenot
/ ",elected title. it may. of__ ClIIItlnue

to avail itaelfof the anthority of 35
U.s.c.205.

(2) In~with 35 U.s.c. 2ll5,
agencies Ihall nol disc:Ioae or rei.... fOl'
a period of 18 month8 fromthe fiIlnB
date of the application to tbIrd partiea
pnrsll8ntto requeata under the Freedom
of Information Act 01' otberwi..copiea
of any document which !be ageJICJ
obtained under thil clause wbicbIapart
of an applicaoon for patenl with the U.s.
Patenl and Trademark Office or any
foreisn patent office filed by the
contractor (or ita assisnees,licenseea, or
employees)on a subject invention to
which the contractor has elected to
retain tille. This prohibition doea nol
extend to disc:losnreto other
government agenciee orcontractors of
govenunent agenciel under an
obligation to malntaiD IUchinformation
in confidence.

(3)A number of agendae h..ve
policies to encourqe public
dil8llllination of the resullllof work
supported by the agency tbroagb
publication in govenunent or other
publications of technical reporta of
contractors or othars. In reCO\lllitioo of
tbe fact th8tsuch publication. if it

rr->included desc:riptions of a subject
·invention could creata bam to obtaining
patent protection, it is the policy of the
executive branch that agenciea will not
includa In such publication prosraml

copiea of diacloaureaof Inventions
snbmilled by una1l businell firma or
nonprofit orgBDizations. pnrsuantto
par8plph (c) of theltandard claUle
found atI401.14(a). except thai undH
the same circumltances under which
agenciee are authorized to relea.. such
Information pnrsuantto FOIA requestl
under paragraph (e)(l) of this section,
qenciel may publish luch disc:lOlures.

(4)NothingIn thil paragraph il
Intended to preclude agencies from
Includingin the publication activities
described In the first lentence of
parqrsph (c)(3). the publication of
materials describing a lubject invention
to the extent sucb materiala were
provided al part of a technical report or
other lubmiBaion of the contractor
which were submitted independently of
the requirementa of the patenl rights
provisions of the contract. Hawav-. ifa
small buslnesl firm or nonprofit
organization notifies the 1gency that a
particular report or other submiBaion
containa a disc:losure of a subject
invention to which It baaelecled title or
may electtilla. the apncy Ihalluae
reUOll8ble elforta to reutrictlte
publicationof the materiel for aix
montba from dateof ita receipt of the
report or eubmiaaionor. if earlier. until
the contractor has filed an initial paleDt
application. Agenciea.of course. retain
the discretion to delay publication for
additional periods of time.

(5)Nothingin Ibisparagrapb is
Intended to limiltha authority a1
agenciea provided In 35U.S.c. ~JS In
circumstancel not lpeci&cally described
In this paragraph.

f 401.14 Standard p8tIllIt rIgllta__

(a) The followingis the ltandard
patent righta clause to be used as
specified In f 401.3(a).
PalentRights (Small BusineS8 Firm. and
/lfanprofit'Organization.j
(I) Definitlaus

(1)"Invention" means anyinventioD or
discovery wbieb il or may be patentable or
otherwise protectable undor Title 35oflbe
United Statel Code. or enynovel variety of
plentwhieb il ormaybeprotected under lbe
Plent Veriety Protection Act(7U.S.c. 232:t et
leq,).

(2) "Subject invention" meens ...,.
invention of lbecontractorconceived or Brst
actually reduced topracliCl in the
performance ofwork underlbil conlmcl,
provided thet in thecaseofa vmety ofplent,
thedeteofdetenninetion (al defined in
.ectlon41(d) oflbe Plant Variety Protection
Act, 7U,S.C. 2401(dll must silo occurduring
theperiod ofconlmct perfOl'lllanclt.

(31 "Practical Application" meanlto
manufacture in thecanofa composition or
product, topractice in Iba caseofa procesl
or method.or to operate in the cue of.
machine or system: and. in 8acb cale, under

IUeb conditions al to establishlbal the
invention il beingutilized and thet ill
beneflll are.tolbeextent permitted by lawor
govemment reguJationa. available to the
public onreSlonable termo.

(4) "Made" when usedinrelation 10 any
inventionme8lll the conceptionor first actual
reduetiou to practice of such invention.

(5) "Small Businesa Firm" meenla Imall
business concem as derIDed at section 2of
Pub. L.85-538 (15 U.S.C.832) and
implementing regulations ofthe
Admlni8l1'lltor of theSmall Bu"in,,"
Administration. Forthepurpose of thil
cia..... thesizeslendsrdsfor.mallbUlineaa
concema involved ingovenunent
procurelll8llt and aubcontracling al13 CFR
121.3-8 end13CFR121.3-12, respectively.
will be used,

(8) "Nonproflt Orgsnlzetlon" meanla
univenityorother institution of higher
education oran orgsnizetion of lbetypa
deacribed insection 501(c)(31 oflbe intemal
Revenna Code of1954 (28 U.S.C. 501(c) and
exempt fromtexatlnnundersection 501(a) of
lbeIntemal Revellue Code (25 U.S.C. 501(all
or8IIy nonpro6tlCientl6c oreducational
OrgeniatiOll quaIiIIad undera ltata nonprofit
orgllIIiatinnIle_.
(hIAlloc:alioB ofPrincipeillfshta

TheCOIltl'ac/ol'may relalntheentireright,
titla. 8IId interest throughouttheworld to
eaebsubject lnftlatlon subject to the
provisionsof thiscis... end35U.S.C. 203
Withrespect to auyaubject invention in
wbieb theCan_rete1Jul title. theFederal
govemmeatsh.U have a nonexclulive.
nontransferabla.lrrevocable. paid-up licenle
to practice or ba"" practiced fororonbehalf
of theUnited Statu lbalubjeclinvention
throusbout !be world.
(c) Invention diacl_ Elecliorl ofTitieend
Filing of Putont Appllcatlon byContrnctor.

(1) The co_wI\l disclose each
subject invention to !be Fedltl'fll ABency
within two IIIllIItba after!be inventllf
dlaclo_1t in writing to conlmclor peraonnel
responsible forpatentmalt.... Thediaclooure
to lbeagency shallbe in theform ofa written
report endlbell identify lb"contractunder
which the inventionwas made and the
inventor(s). It Ihallbesufficiently complete
in technical detail to convey a clear
understanding to theextent known althe
lime ofthedisclosure. of thenature. purpole.
operation. endlbephysical. chemical.
biological orelectrical ebaracteriitici of tha
invention.The disclosure shan also identify
any publication.on sale or public,use of the
invention and whether a manuscript
deacribing theinvention hSl been lubmitted
forpublication and, if 10. whelber it bel been
accepted for publication at the time of
dllclolure.1n addition. afterdllclolure to lbe
agency. theConlmclorwill promptly notify
theagency of the acceptance of any
manuscript describing the inventionfor
publlcation or of any 00 aBle or public UBe
planned by thecontractor.

(2) The Contractor will elect in writin8
whether or DOt to retain title to any such
invention by notifying the Federal agency
within twoyeers ofdilclolure to theFederal
agency. However. in anyeass where
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~?lici:ltion. on sale or public use h~s
~_ialed the one year statutory period
, ;.derein valid patent protection can euil be

obtamed in the United States. the period for
elf>(:!oon of title may be shortened by the
agency to a date that is no more than 60 days
prior to the end of the statutory period.

(3) The contractor will file its initial patent
anolica1loH un e suojecr mlt~lh'vU 10 W:Ut,;l.llT
efects to retain title within one year after
election of title or. if earlier. prior to the end
of any statutory period wherein valid patent
protection can be obtained in the United
States after a publication. on sale. cr public
USf!. The contractorwill file patent
applications in additional countries or
international patent offices within either ten
months of the corresponding initial patent
a pplication or six months from the da te
permission is granted by the Commissioner of
Patents and Trademarks to file foreign patent
applications where-such filing has been
prohibited by a Secrecy Order,

[4JRequests fer extension of the time fur
disclosure. election, and fihng under
subparagraphs (1). (2). and (3) may. at the
discretion of the agency'. be granted.
(J) Conditions When the Covemment May
Obtain Tit!e

The contractor will convey to the Federal
agency. upon written request, title to any
subject invention-

(11 If the contractor fails to disclose or elect
title to the subject invention 'Withinthe times
specified in (e). above. or elects not to retainr '\ provided that the agencymay only

\ ,;:aest title within 60daya after leaming of
.rna failure of the contractor to discloee or
elect within the specified times.

(2} In those countries in which the
contractor fails to file patent applicatil1DS
within the times specified in (c} above;
provided. however. that if the contmetorhas
filed a patent application in a COURU'y after
the timl!llspecified in (e) above. but prior to
its receipt of the writteD request of tbe
Federal agency. the contracioJ' shan continue
to retain title in that country.

(3) In any country in which the contractor
decides not to continue the prosecution of
any application for. to pay themaintenance
fees on, or defend.in reexaminationor
opposition proceeding on, a pateJ1t on 8
subject invention.
(e) Minimum Righta to ControclDr ""d
Protection of the ContTactorRight to File

(1) The contractor'will retain a
nonexclusive royalty-free liC8t\Sethroughout
the world in each subject inven.ticm to which
the Government obtains title. except if the
contractor fails to disclo88 the invention
within the times specified in (c), above. The
contractor's license extends to itll domestic
subsidiary and affiliates, if any. within the
corporate stnlcture of which the contractor is
a party and includes theright to 8I'8nt
sublicenses of the lame lcope to the extent
the contractor w8s1e8aUy obligated to do so
at the time the contract wal awarded. The

~,cense is transferable only with the approval
! ?he Federal agency except when
\ . Itsferredto the 8ucessor of that party of

the contractor's business to which the
invention pertains.

(2) The contractor's domestic license may
be revoked or modifi.dby the funding

Fede:'tJlagency to the extent necessary to
achieve expeditious practical application of
the subject invention pursuant to an
application for an exclusive license submitted
in accordance with applicable pruvisrona at
37 CFR Part 404 and agenq'licensing
regulations (if any). ThISlicense will not be
revoked in that field of use or the
geographical areas in which the contractor
has achieved practical application and
continues to make the benefits of the
invention reasonably accessible to the public.
The license in any foreign country may be
revoked or modified at the discretion of the
funding Federolagency to the extent the
contractor. tts.ltcensees. or the demesne
subsidiaries or affiliates have failed to
achieve practical epphcattcn in that foreign
country. '

(3) Before revocation or modification of the
license, the funding Federal agency" will
furnish the contractor a written notice of its
intention to revoke or modify the license. and
the contractor will be allowed thirty d"Y3 (IJr
such other time as may be authonzed by the
funding Federal agency for good cause shown
by the cont:acto;,) after the notice to show
cause.why the license should not be revoked
or modified; The contractor has the right to
appeal, in accordance with applicable
regulations.in 31eFR Part 404and agency
regulations (if any} conceming the licensing
of r-ovemment-owned inventions. any
de-! -on concerning the revocation or
me"." :'cation of the cense.
to c.-ntractor Action to Protect the
GC\ ' rnment's Interest

I.' The contractor agrees to execute or to
ha- executed and promptly deliver to the
Federal agency all instrument! necessary to
(i) establish or confinn the rights the
Govemment has throughout· the world in
those subjectinventionl to which th"
contractor elects to retain title, and(ii)
convey title to tbe Federal agency when
requested under paragraph (d) above aDd to
enable the govemmentto obtain patent
protection throughoul the world in that
subject invention.

(2) The controctor agrees to raquire, by
written agreement. its employees, other than
clerical and nontechnical employees, to
disclose promptly in writing. to personnel
identified as responsible for the
administration of patent matters and in a
fonnat suggested by the contractOr eaen
subject invention made under contract in
order that the contractor can comply with the
disclosure provisions ofparagraph (c), above,
and to.execute all papers necessary to file
patent applications on subject inventions and
to establish the government's rights in the
subject inventions. This disclosure formal
should require. as a minimum. the
information requirad by (eJ(l), ebeve. The
contractor shall instr.lct such employees
throughemployee agreements or other
suitable·educational programl on the
imparlance of reportinginvenUonl in
suUitient time to permit the ruingof patent
applications prior to U.S. or foreign s"tutory
bars.

(3) The contraclDr will notify the Fedel'Ol
agency of any decilions not to continue the
prosecution of a patent application. pay
maintenance feee. or defend in 8

reexamination or opposition proceeding on a
patent. in any country, not les8 than thirty
days before the expiration of the response
period required by the relevant patent office,

(4) The contractor agrees to include. within"
the specification of any United Slates patenr
applications and any patent issuing thereon
covering a subject invention, the following
statement. "This invention was made with
govemment support under (identify the
contract) awarded by (identify the Federal
agency). The government has certain rights in
the invention;" .

(g) Suhcontracts

(1) The contractor wil1 include this clause.
suitably modified to identify the parties. in all
subcontracts. regardless of tier. for
experimental. developmental or research
work to be performed by a small business
firm or domestic nonprofit organization. The
subcontractor will retain all rights provided
for the contractor in this clause. and the
contractor will nolo as part of the
consideration for awarding the subcoritracL.
obtain rights in the subcontractor's subject
inventions.

(2j The contractor will include in ali other
subcontracts, regardless of tier, for
experimental developmentalor research
work the patent rights cia use required by
(citesectiQn a/aaency implementing
regulations or FAR).

(3) In the case of subcontracts. at any tier.
when theprime award with the Federal
agency was a contract {but not a gJ'8nt or
cooperative agreement), the agency•
subcontractor. and the contractor agree that
the mutual obligations of the parties created
by this clause constitute a contract between
the subcontractor and the Federal agency
with respect to the matten covered by the
clause: provided.bowever. that nothing in
this paragraph is intended to confer any
Jurisdiction under the Contract Disputes Act
in connection with proceedings und.er
paragraph (j) of this clause.

(h) Reportinl on Utilization of Subject
Inventions

The Controe/or a....,s to sobmit on reqnest
periodic reporta no more frequendy than
annually on the utilization of a subject
invention or oneffarta at obtainins such
utilization that are being made by the
contractor or its licensees or 8Hipee,. Such
reports shall include information resardi1'l8
the status of de.elopmen~ date of flrat
commencal sale or use, grass royalliel
received by the contractor. and luchother
data and information as the a{JOllCYmay
reasonably specify. The contnzetor a1eo
agrees to provide additional reports aa may
be Jlequested by the agency in connection
with an, march·in proceadiDs undartakan by
tha ageney in accordance with pa..graph fil
of this clause. As required by 35 U.S.C.
202{cll51, the ogeneya....,s It wiD not
disclose such information to person. outside
the government witbout pennisstoD of the
contractor.
(i) Pref_lICe for United States induatry

Notwithstanding any other provislou of this
claaR, the contractor agrees that neither it
nor an,- auipee will grant to aay pemoa the
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I~ I,
! ..,xclulive risht to use or lellany .ubject

inventiona in theUnitedStates unless such
person agree. that anyproducta embodying
the .ubject invention or produced througb the
use of the lubject invention will be
manufactured .•ub.tantially in the United
State•. However. in individual casel, the
requirementfor suchanagreement maybe
waivedby the Federal agencyupona
•howing by the cantractor or it. a••igneeth.t
reasonablebutllJllucca••fuleffort. b.ve
beenmadeto grant licenseson similarterma
to potenti.llice..... th.t would be likely to
m.nuf.cture .ub.tantially in the United
Statelor thatunder the circumstances
domestic manufacture is notcommerically
feasible.
(j] M.rch-inRishta

Thecontractor agree. thatwithrespectto
anysubjecHnvention in whichit hal
.cqulred tilie.theFederal agencyh•• tha
right in accordance withthe procedurelin 31
CFR 401.6 and any .upplemental resuJ.tio..
of thoagency to require the contractor. an
as8ignee orexclusivelicenseeof a subject
invention to srant • nonaxclusive, parti.lly
exclusive. or exclusivelicansa in any lleldof
use to • responsible .ppllcant or .pplicants.
upontennath.t .re reasonabl. und.r the
circum.tan......nd If thecontractor.
••signee. or exclusivelica.... refuse••ucha
reque.t theFedJ!ral agencyh•• the risht to
grant.uch e llcansa itselfif theFederal
agencydetermine.that

/~> (1) Such.ction i.necanary beca_ the
I, . _aontractol' ora.signee hal nat taken. or is not

. expected to taka withina re.sonable time.
effectivestepatoachievepractical
application of the lubject invention in .uch
lleldofu.e.

(2) SuchactionI. nece.sary to alleviate
healthor safetyneedswhich.re not
re..oneblysatillled by the contractor.
881ign.ee or their licens.es:

(3) Suchactioni. necesaary to meet
requirementa forpublic uoa.pecilledhy
Federal regulatio.. and .uch requirement.
are not reasonably .atialled by the
contractor. assigneeorUeensees;or

(4) Suchactionla nec....ry becausethe
agreement required hy paragreph(i)of this
clause has notbeenobtained orwaivedor
because a lice.... of the exclu.iverightto
useorsellanysubiectinvention in the.United
Statesis in breach of suchagreement
(k) Special Provisio..for cantracts with
Nonprofit'orga~tions

U the contractor il a nonprofit
organization. it agrees that:

(1) Rishtsto a .ubject invention in tha
United Slat.. maynotbea••igned without
the approval of the Foderal agency, except
where auch assignment is madeto an
o'll.nizationwhich ha••• one of itaprimary
functions themanagement of inventions.
proVided th.t.uch a••ignee willbe .ubject to
thelame provisions a. theconlractor:

(2) 11Ie contractor w1ll.hareroy.lti..
collected ona subjectinvention withthe

0\inventor. including Federal employee co
;...iinventon (whentheagency deeml it

appropriate) whenthesubject invention II
••Iigned in .ccordancewith35U.S.C. 202(e)
and 37CFR 401.10:

(3)Thebalance of any royalties ortncome
eamed by the contractor with respect to

subject inventions. after paymentof expenses
(including p.yment. to inventors) incidenti.l
to theadministration of subject inventions.
willbe utilized for the suppcetofscientific
research oreducation: and

(4)It willmakeeffort. that.re reasonable
under thecircumstances to attract licensees
of subject invention thataresmallbusiness
llrm••nd th.t it willgive. preference to •
.m.1l busine•• fmn whenlicen.ing••ubject
invention if the contractor determines that
thesmallbusinessfirm hal a planor
proposal for marketing theinvention which. if
executed. i. equally a. likely to bringthe
invention to practical application a8any
pl... or propo••ls from applicant. that ara
not smallbusinesl firms: provided. that the
contractor is also satisfiedthatthesmall
busineas fInO has the capability and
resomeesto carry out itsplanar proposal.
Thedecisionwhether to givea preference in
any apecillc c••e willbe .t thedi.cretionof
thecontractor. However. the contractor.gree. that the Secretary mayreviewth.
contractor'allcen.ingprogram end decisio..
regarding .mall busine•••ppllcants, and the
contractar willnegoti.te change. to it.
licensing pollcie.. procedure.. or practic..
withtheSecretarywhentheSecretary'l
reviewdlaclo.e. th.t the contractor could
takeeeasenable .t$p. to lmpl.me~t more
effectively the reqiremantlof thtap.ragr.ph
(k)(4).
(1) Communication

(Complete Accordlns to Inslruclio.. at
401.5(b))

(b) When the Department of Enel'llY
(DOE)determine. to use a1temetlve
provi.ions under 1401.3(a)(4). the
standard clause at 1401.14(a). above.
.hall ha used with the following
modification. unleas a sab...'tute clauae
Is drafted by DOE:

(1)The title of the cleu.e shall be
changed to read as follows: Patent
Rights toNonprofit DOEFacility
Operators

(2) Add an "(A)" after "(1)" in
paragraph (c)(l) and add .ubparagraphs
(B)and (e) to paragraph (c)(l) as
follow.:

(B) If the subjectinvention occurred under
activitiee funded by thenavalnuclear
propul.ionor we.pon.related progr.m. of
DOE, then the provi.ion. of thi.
lubparallf.ph (c)(l)(B) willapplyin lIeuof
p.r.graph. (c)(2) and (3). In .uch cale. the
contractor agrees to assignthego'vemment
the entire right, tilie.and intere.t thereto
throughout theworldin and to the .ubject
invention exceptto theextentthatrights are
retamedby tha contractor throush a greater
right. determin.tionor underparagraph (e).
below.Thecontractor. oran employee
inventor. withauthorization of thecontractor.
maysubmit a request forgreater rights at the
limethe invention i. disclosed or withina
re••on.hle timethere.fter.DOEwillproc••I
sucha request in accordance with procedures
at S7CFR 401.15.Eachdetermtnettcn of
gre.ter right. willbe .ubjectto paragraph.
(hl-{k) of thiscl.u.e and .uch additional
condition•. if any.deemed to be appropriate
by theDeportment of Enef1/Y.

(C) At the time an invention il disclosedin
.ccordance with(c)(l)(A) above, or within 90
days thereafter. thecontractor will submit a
written statement 8S to whether ornot the
invention occurred under 8 navalnuclear
propulsionor weapons-related program.of the
Department ofEnergy. Ifthisstatement is not
filed withinthis time••ubparagraph (c)(l)(B)
wlll.pply in lieuof p.r.gr.phs (c)(2) and (3)•
11Ie contr.ctor .t.tement willbe deemed
conclusive unless.within 60 days thereafter.
the Contracting Officer disagrees in writing.
in whichcase the determination of the
Contr.ctingOfllcerwillbe deemed
conclusive unlesstheconlractor files a claim
under the Contract Di.pute. Actwithin60
d.ys after the Contracting Ofllcer'.
determination. Pending resolutionof the
matter. the invention will be subject to
.ubpar.gr.ph (c)(l)(B).

(3) Paragraph (k)(3) of the clause will
be modified aa prescribed at 1401.5(g).

I 401,15 De_ detannlnatlonL
(a) This section applle. to requests for

greater rights in subject inventions made
by contraoto.. when deferred
determination provisions were included
in the funding agreement becausa one of
the exceptions at 1401.3(a) was applied,
except that the Department of Enel'llY il
authorized to proces. deferred
determinations either in accordance
with its waiver regulations or this
section. A contractor requesting greater
rights should include with it. request
information on its plans and intentions
to bring the invention to practical
application. Within 90 days after
receiving a request and .upporting
information. or sooner if a statutory bar
to patenting I. Imminent. the agency
should seek to make a determination. in
any event. if a bar to palenting i.
imminent. unless the agency plans to file
on its own. It shall authorize the
contractor to file a patent application
pending a determination by the agency.
Such a filing shall normally ba .t the
contractor's own risk and expense.
However. if the agency subsequently
refuses to allow the contractor to retain
title and elects to proceed with the
patent application under government

, ownarship, it shall reimburse the
contractor for the cost of prep.ring and
filing the patent application.

(b) If the circumstances of concern.
which originally led the agency to
invoke an exception under 1401.3(a) are
not applicable to the actual subject
invention or are no longer valid because
of subsequent events, the agency should
allow the contractor to retain title to the
invention on the same conditions a.
would have applied if the standard
clau.e at 1401.14[a) had been used
originally, unle.s it has been licen.ed.

(c) If paragraph (b) i. not.pplic.ble
the agency Ihall make it. determination
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based on an assessment whetherits
own plans regarding the invention will
better promote the policies and
objectives of 35 U.S.C. 200 than will
contractor ownership of the invention.
Moreover. if the agency is concerned
only about specific uses or applications
of the invention. it shall consider leaving
title in the contractor with additional
conditions imposed upon the
contractor's use of the invention for
such applications or with expanded

government license rights in such
applications.

(d) A determination not to allow the
contractor to retain title to a subject
invention or to restrict or condition its
tille with conditiona differing from those
in the clause at § 401.14(a). unless made
by the head of the agency. shall be
appealable by the contractor to an
agency official at a level above the
person who made the determination.
This appeal shall be subject to the

procedures applicable to appeals under
§ 401.11 of this part.

1401.16 SubmllSlone end Inqulrle..

All submissions or inquiries should be
directed to Federal Technology
Management Policy Division. telephone
number 202-377-0659. Room H4837. U.S.
Department of Commerce. Washington.
DC 20230.
IFR Doc. 87-5618 Filed3-17 087; 8:45 am]
BtWNG COOl 3510-1....




