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1b'eehan~ inc At'dele Ilt(c),-de~lillgwit;:hroyaHyrebates is,
perhaps ,moresubstantive-, but is, 8·· si-gni'fic'ant· impX'ovetilentanddoes
not affee-t'J_ exe,eptproha:bl-yfot:the b~tte:r;; the; Government's rights.
We belie'Y'eit ,makes mo-re, Sense: to bat-,aco~tractorfrom changing
royalties--. ons-al-es- by his Hcenseee ,to the 'G~vernment.than i fcn-Ehe
Gov~l:'nm~nt toa,Uow him-to,char-&lil them' and: then ceLkect them-beck-...
It· wo:uld"seem.,-Chat. in ,this:. way _the seller 'would: have no reason to
charge the Governme,nt-fo1:'- royalties in the first place. And if it
did charge, clearly the Government would have an action against the
sel1e~~eith~r f~rfraud or under theCcst ~rtd Pricing Data/TrutK· in
Nego't,iatiQn$ ,p-ro~edut:',e8',.

The .se'c-Ond:'sent:ence of Anicle.':V.(-c}, Leran at't'empt to deal with;
tbe p,roblero c,r'eat'edby the inte,rplay'of', btievcur rent; EPR-langu'ag~ and
the FOIA.e Itsh9.u'ld, be not·edths,taswritt-en the FPR,migh-th'8ve the
e·f£ec"t·of'- creating ast'8tutOry bar to. patenting, .whe-na'disctosure. -Le
mad~heeause'oftheavailabilityof, .the d-isc,losur-eunde-r the·:FOIA.
We utge' SIP .membe-rs,t,o' b·ep,r-ep.ar~d a·t- the next meet·iong uo ddecuaa
a,nd;e'itner'aecept, the proposed: -langua:gf!-' c r; draft a.Lt.erna t i.va
lang(.tag~,t(), de:al,':with this: problem',

we>furthe~t:ec6liinJend that SIP1.either at its--next meeting or
at a' mee'li'ing.,soon-.·a:fter·', revie'w of the. IPA amendmen~,' is. completed J

focus: on "th·.',follo:winl},items'-which- rep,tesent .language , tha,t,'w~8' C:OR~

tai'tia4' Ln-. the··p-r;ior dt,aft·but-th.a:t h'a-s',b'een~dt'oppe'd,from 'this" dra·ft·:-

L Thetilfiet rce reporting of inventions.

2.- Th'e last pa1i'4gt'aph in Ar-t,idle IV(b.): dealihg,with' match-in
pro'cedu1i,e-s.

3-. 'The' l'a:tig.ua~of~IUtc)(:ii), dealing·, with:foreign:'·filing's;
prior to' arr agei1c~t;t'eq\1est 'for·trans-,f~r,of,r-igh-ts. (Tl:!Ls' is, a
minor te:chnh:,~l' imp.r·ovement'whic-h.'might possibly be 'reconsidered' at
tbe- next· meeting.and·tre'ated,· in the same manner as' augge.s t ed fot the
royal,ty,. FOIA,; a'tid'tirite per ied var Lac Lcns., It is not nearLy es
import~nt- 0--1· and 2.)



(iii) Nmber :of .P*erits obt::ained dUrlrig each of the.past ten years;;
~"'..' (hi) ~ofE:XeiuS!veI~~lS~:~~irig eadl-6f,the:~'~:~'j~'-·;:.l

(vi ~rot~lUsi.-~~'~i~fothet throl~b,·,S@UIrig.,~f' '$.jenCJ'~;, iSSiid duriiij. ead.. ·at th8...~ ten~j
(vl)GrOSsmy.il:~ty' ih600e dUiiroi eaebof the 'p;isttm'~;

(vii) ·A·.·~'deSc;;rPtitin-,,~fri¥~'ti~·~,~,~~,~furaltYratesl

. : : '.',.-.-.,.' ',',--'-'::'.: "---:":--',

~~. J~.)'··ieqjiires .. ~·aWli~rit',to·iittiil~'.~tar~MoPtOd in dnl;ft.
(iab. reg<lPll,rigiri~~ion'D1ld lJatent ~ni&tratj()n'
experienecC?vcrlfig"the"past ,1,0 r~rfl..,:: .. Iri, pU;: opi/:1iliil"
·~t. "~~~ __ !i7.:tRJ:~,f9r:~s~.~l~~&iiw#~,~
requgeij"staW,tigs forsrITl'i11Y)'ean>,baC;k' ,}fe.l:ill'.i,eve
tl:'ia~ dli? :~iJ:Ig't~:1TP..>t recen,t·fiVe·,~,.~lii.d,~
~~te tp'~l;rate ..~ ,gPl?l~c.:l{JtS,"'.~~~. and.
~d '~l:eI:Jl1i~ .·as'nu::b;researcb.. Q~'past,recxir:ds'ih
o~ tc sume:ri:l:e,'the.~tedinfonmt1oi1~,_
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.t:t,ie.~ ~,~tx...to,E}V<llllilte:,~.,l:!!ff~V~.'Of
t:ha'eut:rept,.pa:~t~t ..~t fu~.cases Where a
~may·Mve·tieE!n made.recently.
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'NO .actiori; NO~ @ ,~jlil~s aa:rlsiJi8 .~this_iter.' ..



As Mark'ed.-upat: SIP H~etiItg:_of Ma:y,'19'i·1977

3:0 Add the following' new subsection (e) to§I';'9~,107--6:'.

1. Add the following subsection (6) to §1-9.107';"4(a')·:

JEL,DRAFT,S/23/77

PROPOSJ}:P', FPR, REv.rSto~

I'tepBred ," by' Ad-Roc Subcoinmitte-~on; UniversityP.1tent;-PoHc-y

2. Retitle §1--9.107-6,as foHows~ "Clauses for domestic ccntreacca
(short form) aud. Institutional Patent Agreements."
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(6) Itt, accordance with-the e;IJ:ceptionaL cire:uinstances languag~"of

H~9'.107-3:'<a.)a,nd/or the apec LaI. situations Language of §T-9.107;",J.(.e:) j

egencdee.. may. eccer irito- Institutional, Patent AgreeiJients as s~t,' for-th
In. §l-9.107-:-6C=.){Z} with nonprofit orga,niZations having B, technology
transfer progr.a:m: meeting. the criteria of §l"'9.109~7(b}. _ Such,ag'ree~,

menta provide the organization the right t<:\_ retain the- entire· righ-t,
ti t Ie and- interest in Invent.Lone :m<lde in. the; cours e. 0'£- or'_ unde,rcon-
t'racts subject- t-o .ceecadu conditions. When, ,su'Clt,an, agreement has been
made. with 4_nonp_r-o'fit,or~'anization~, it, shall- be made app I'icao.l.e to
each cont-ract with the ot'ganization-in lie1,l.,o£the'Patent-Rights
c teusea in n--9.,lQ}';"5 and- §l--9,.l07.;.6 (unless a, det,erini-na,\:ion has. been
m,ade"to', exclude.th~ conereef from the: ageeement.,)

.Jc;V

(c) Patettt;_Ri&hts -InstitutibnalPat;entAgJ:eement·. ,(1) When- an
agency. has, determined in accordance with §l--9i 109-7' that a nonpr-ofit
organization should receive' an agreement as authorized-under
§1,..9..107,..4(a)(6). the Agreement set forth in par-asraph, (c)(2)of this,
sectiCH) app ropz-f.at e.Ly- eompIe t ed as- i.ndi.c ated in th-e, number-ed necea.
appearing after the Agreement, shall be used, Changes-in theagre,ement
should be limited to changes dictated by statutes app,licabl--et-o the
agency or by epec.La.L. administrative needs. In making any- changes an
agency shall seek to ensure that theag~eement continues to include at
least the following features:

(A) A requirement for the prompt reporting of all inventions to
the applicable agency along with an election of rd gh t s.;

(B) Reservat-ion, of all rights specified in §l":'9.107;"3(e)~(h);

(e) A r-equ Lreme nt; that the organization,mal<.-e such Lnvent.Lons
available ona nonexclusive basis except where the de s'Lred pr-ac t.Lc-al,

0'1:: corsae r c i.a l application has not been achi-eved or is not- likely to be
expeditiously ach-ieved through such licensing;
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t~) ~.ji~pfs~iHdtaij9rittflJlateitiSt:i.tlitiOOsi whiCb·~uIdbe'ciWereei.bY,iiiia9i:~Eiit:s~ br the iri8titiitiori;

iy:}h~ ~ lii~tf~t:~ is 8:Sd)sidtUYor aff1l1ate6r9anlzation, the nalfu ot the other Objari12atlOn arid'a desCriPtici1 ~f 'the ret~8.alShip;

.:J)~).",,~:,~t,;_·¥:~t:>~f& ,re~anildeve4iilfj';t·ac;tiViti~ ,~tl~:belilq '<dliW.~tereei 'bY;~~6it'i~:,'gi\iiii;J GCWe~t'
.ncy ,ana btea1«JcMn:J

'-1i) ~s'4~~ of ~: l~ifif~&;:'~-itlliclE!S',,~itb;teS~t.to'the :'~~ln~rQffui)aittell1dth ~~, ~

iiS)A aescr~pl:ion of .tfu;t ~.(~otany ,.~t'iiilire generated by:tbi iil$titut.fr.n·s Pa~t ~tpitijriim~

:tlij',:t$iteii~L;foreva::luat:iCh::ofa teChriOlm~fei,prograrti

'~'~i-~&i,>±M~ibitl~~{~t~t~t 1~ entered lntOwith an inst.itU\:iOn, ·~iruotibiticin shall h&vea ~transferprogram l.nicli,
~ 'a; lniri:iliun l:Ih/:lllincl~: ',,'C' .

.. ''''''' '"fl).'",~'~§1~~,~~.tti)ii~~,iCh,l~::ionsistent~i~',~:~hC:1,j.I1: ·'8r~.ici7~3 am 'is idililiist:eii!a 00 «cOltfuOOU$ 'bisls lYjM offi~
or Oigaiiizatfori ie~ible wthe ,ir)SUtutiOl; ," . , ';:,''.'>:''~'

'M"Cd;';kln~'r~iVoo

P~) _.Mtf¥i~!":t~.~~#~,#Jj~~~,i;r#dril,.~'·t:~,:~:' a,s~,ign :tc:theiJlsti¥ritiqn6J:~·t!J. &&igilee,:or ~.~erijMnJ ~ .~~tf~. ~i~ or
!~r£it~tl:l<\:llt r~,t!ii:Pfa.c~i&.,by: them ~~, ecorse ()for '\lll"der'GOyeJ:lu:oont.cpn~acts_aridawards.~. assurance that Such agreauentS are .
(iltainedprior to the' ass1'grri'erit of personnel to (bt;ierrnent-suwo~~rdl,aJXlaev-el.q:t:rentprOjects;

~.

{/ili2) .A: .r:eWti:~$; ~.t t1nplW~$iiUst: ,a~sign,t().die No.tllitiOn.
irls.£.it;iJP8u or"i~ .desi~.or til(! Q1veri~~t,:. i~.:too
i?flr~)db1e.~td6es, notallCM ,f9r~ tIDUSua1lxit
,qc:<;as,'~ettal ~w.: ~re rieither. ~. inStitlttiOn; nor...the,
'~igr1~ por :f;t¥(;()~n.t; wap~. to..[:lt;ose<:Q.~.a pe'~F_,
~i(cati()ll' Wt:; t1~;in~l1t:or.goes.' (nanY'!ini~si~:y ~tent-
pqUc:::i.es.Perrnit t:1lisl.•... ~Ct1y tllt!. S<Illl"olpl:Oter::tibJll«)ul~
."*,, J:iWyided bt.a ela~ st-:iting. ,"Agreatenl;s, ~i;thli:D"p~1JyeeS
:rectpiring ~. to assign, or lkensa as directed i:'f the
institQtkri any inventiOn conceived •••• n
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WHEREAS~ the Instlt:ution'is. de$lro:tls ,o£:ente-:r:ing:,i~toan'::'ag",e~ment-"
whereby. it~ ,nt8yre,tain- the- enbi.re. rignttt-itlei. an&int61'rM~·in.arid-.'
administer in'Va-ntions- made: In- the conree o~- ot' urtder, r~:sea-rc~

suppoet.ed by the' Agency,;subjectto.ceruin rig~:t8 acqui~ed:,,'by the.
Government.:

NOW, THERE-FORE'; in consideration-of::the:fot'egoing, thepat-tie.s:,:he.r.e;tQ.:
eg ree as.follOws:

T. Seop,a of Agreenient.

This, Agreem:ent., defines. the'-rights: of- the par.i:.te-.,· here,bo,
regarding. the allooatiol:l 'of. right.s in sUlJ,Ject-, inve~dona;madeund.~r'
contrac-t's with the agency entered- into afte,r, the. exeC\it-:tQ:tl- of the
Agreement ~!Ch;:'r- Sd'??t ,-3" I W _;d~ , e~:cept such'.' cortti:'a'cts.,
as may be speci <Leal-,! exc Iuded b9> the'Age:n~y'.3j.

II.. -~,~i-ni,t'i:ons-;

fa) lISu'b ject;In,,-ention!'-means,:any-inventi:on,'ot,- .di:8CQV~ty,'of
the Institution" cencedved- or.,'-firs't'-actually,,-reduc-ed' to_pract:i.~e-'_in.the
cou~se':,of- or unaer. a>,c()nt-raetwil;.h~_theAg"l;ncyl.'and·" inc-lilM-.,·-an1"aet-.
me-thod"proc,ass", mach1ne~ ,manufactu:r-e ", des:it:9;,or,- eotllp.os:iti'Ol\-,'(Jf
matter-~ or' 'any new,: and'usef\11' imp.r-o~.~t!tent: ,th:ere;of" and,.,any vl:ldet:y'. of'
plant. which,' h"or· may, be, ,patentab-l,'$",under-'"the'Pau,nt-' Law:e':,o~, ~tbe.

uudced acaeee of America' or any:fc).Ioeigl;l- CQUnt'TY"'·

(bl' nCo-ntract:u'meti:ns> any,:col\tr-ac~;:" (a_gteet'\lent'l &tattt,-.: -or-'oth:$'-'t:':
arrangement)",'/.ror·_ subcontract enaered iMo: with" O,t', fo·r·'''tbe-' .bl:me:f-itof
the qove~nment. where a purpose of the- coneract istbe. C9n~~c~ 0$
expe r-Lrnen t e L•. develcrpm.ental;, or rese8.reb;·W'ortc).~

(c). i'Statesand' dOmea,tic niU!li'eipd':&9verntile-U',t;811'mean~:t:bll:SMte'B.>

of the' United,State~-. the, Dist;ric~_ of-·Columb'i<li' Puet'tt1' Ric'(lt~lj.e'
Virgin Is-lands-•.. American S[1Jl\oa. Guau/:t,and,'.-'theTrust, ~rrttot'y.:_,of,th~,

PacH ic Islands. and ". anY".' p,alideal- subdivision 8n-dagene-ie8:i.· there'of'.

(d) liTo blring t'o,:thepoint, of' p,rac-tical-apPli¢'atiiort~!'l'ite,an~:t-O'
manufacture inth'e case·ofa. cOlnp,os·i,tionor' product.-, to; pr-actiic,s:-in:
the case -of' a, pro~ess.orto oper:ate,'- -in,·-'tbeCase- of,. alt1llohine:~, aM
under such conditions as 'to',establish that -the. invent-iQ1'l-' is; ~ing·'

worked an'd.'that its benefits are' ·reasonably· 'a~ces-sible-.·.tQ,.th~':p.ub1i.c.,

(e-) . "M:ad~;:'" when- uaed in relat:iOo,tij·· aqy,,-irivent-L-on'd:w, di:·B.cOV~io1"j·

means the_ concept-ion Or fi.-r·st actual'reduct;,i'on to prac-t,ic~, of:' such,
invention in'the cccese- at· or under- 1;1.' cOrit~ac,t.



',',.
Jini~ ~t~,,"l~.~d9-7{~l(5I,tre'~~'¥irit,_
naJce:,~lear,~,evaluat1qiicrirori,a::'fq;-',a,~s,i:r9 "~
~,~~ ,and~fecitive, ~~proo;iL~; ~'", ~s,ls
ot"~rtieur.i!r ~~to\lss1~,tt,le ,~~(of
'tile :tl<iVy,~qr eX<ll'Pl~; ~s:inte~re:~_ t:ectii:ri~ ,
't;:<iIlsfer_cap.';lbility:, OO_!fean"tb;,lt",th¢~~:~
~!",tta~,'~;:Icntati~pat'1m~,,'~,}i~~,'iri'
.liP.eCffic fieldi:l Jit.f ~!XJY.(t;tm,rne.,p~un,P:
FfP~ 17.;:Jg!6,:reJ;:,'HO;JRPI9Clt~,~,~.':~, ,,'
~~tatipil-:th!:Js .c~~lrt~J~a,?~il?~2?~
~dr hiJveCll~~'M~~ts:'and"licetl~ ,<I!1d
~(f~:t.iileli:eTbllinates", ~,ei:Jtry ~,:,o~,t": :i~l;.t:-_,. '
~'~~, inl:O,tJ,Je,-f,iel,d 'oj;:tecl:irnlocj{,1:z'~.feJ::,;,,: '>~
t«;xiW'_therefOre,~ ,tMt~t::k9:~):G9':'7.{bHSr
be\mdedfo,~'ti~jf £or. ,',', '. " ';an aetiiVe
ard,",l;it~th~-'~_oQf,Ucensing~"" .
ofJ.nVEil:itkinii~· - ' ' , " "



(t)

1876

(d) Ac~nve)'an-ce'. eequasced. p.ursuatlt:to.,SectioI15 I.lHMo'c (~)o'f

this Ag'1'.'eemant'•. shall, barnade by delivedng; to the, Agenc-yduly' ex
ecutedin.strument:s . (p-re:P!ir~d. 'by ,the. Agency)" and: such'.ot·her·· p<ip,e't$ ,as
are-dee,med- necese aey to' vest in. the. Government' "the, enc.i.ee- r,ight'.
title. and intereatto',ena1;ile' the 'Government to- apply, fcrtand pecee
cute patent applications- covering the invent;fon, in,·this-' or- the foreign
country, respectively. or oth:erwiseestab1isA its ow-ne-rsh-ip. of -eucb.
inventicin.

IV. Minimum Rights Acquired by' the-Gbve~ntile:-nt , _,' "(Ii)
(8) with respect; to each Subjec.t;If\vent'ion to,which the~

tution retains principal or- exclusive rights'. the, IO$titl,1tiot\'. hereby
grants to the Govertl.1l1l1tit of the Uni,bedS'tat:es, a,nGnexc'lusi.veiX\rton7
trans·ferable. paid-up·licens.e to make, use. andsel'l' each Subject
loven,tion chzoughout; the worl'd by or on, behalf of th:e- Government of
the, llnd t.ed States (Lnc luding.' any Govarn~nt- age,ncy}:an(;l,S tates and
domes-'tic muniCip.al gove·tuments,:, unle:s,9-the A3I:!;ncy,-d~term:ines"after· the
inventiO;n,hasbee-n. identified 'that;it;wou·ld,; noe be in, the pubLi.c
Incereat. to' ac:q.uirethe. .Hcense. for States, an:d~-d~meGtic.municip.al
governm:entsj

(lJ.) l]i,lihhes,p€CL. wtllieXSI:IBj~et! I!i.h,Hef!:.eekhii::h"ttm,
IJ'!sl;'i/edtioLL nn;Mp;;<Jrdp.i8il', tit L:n:cbtsiut. zi&fi:l!l!I,,' the It ;leiEl:llii;~·

agrees' to g;ant" to. re'Sp.ons&ble· app!-i1Hlnts'.,; upon:,req,ue:et, of the Agency.~

a-' l:iC(frtse:' ontet'tI18' that. are' reasonable- undiar ebe- ci·tc~ms teaces.,

(i) unles'9' ,the"lns·titution~',its, li~nsee'1 otit-s assigne:e,-~

deaonat're tes to cbe Go\reimme.n't-' that iH-ee·tive· s~eps;,ha~
been takettwith.in three years, a·fte,r 8'·,p,:at'ent'issue-s, on
such': Invene-icn. to' brdng the ..irtven·tion, ee. ·tJ;te,.· point of
practical· application or. that the .inventipfl' has heecn
made: ava,ilable·· for -'licensing'rQY.iI:lty-he-e' 'or' on: tewee.
tha'tate:,r~8Sonabte: in' .the --eircUm8't.illnCl:! S' '01:', can,' sh0i1
c~use why' t.heprincipalor__ eKcludva.~I'ightS: should' be'
re:taine&' for'a: furthe·1". p:er-i-od' -es. tlme,k' or,'

(i-il co- the: extent' th'atthe·invent:,ioil'- ·isreqtd,rlad for' p,ubli'c
use. bygove,r,ntne,ntal ra~ula'tionB'or. as·:'m8y".be n'e,cessa:ry
to·fl1Hilt-public· hesltb'orsate-tY:'need,s", .or. for other
pl1blic'pl.trp,oses stipulated' in, the appJi.c'ab-l-e epR't·r-act,.

(c) NOtl-i.ing, cap.tained i'l1this section. shaH ,biideeDied to gr.an,t to
the G.ove'I'nme-nt'.any·rig1;l-tsw;L.t-h reSpect .ee •any. invet\t:iOl\. otihe'r than: a
Subject' !t1.ve'nf:::ion.,
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1:.havlt 1nvited' the· members' of' the.·' UniN"ersdty:·: sUbCQirilti tte:~',no·t;'arr.elld'i
represented' on-,SIP ,to"att~d:,the: mee:tin9" 11'1 : order: . to:, ai:d·~S'l p",tn:,i'tS, r.e-Y:4:~..

The-entir.e- Un;versi-:t1-SubI;'OI1lfl1Utee jotrls'wtttr !lle:'-ln thanJdng. Je$~/
Las'keri~, our: draftsman."fo)"-' hts . timely ,and".,pre:ci$~i\'lO,..k,pro.d\lcf!.' and';
Ms peeseverance in, accommodating:' the· dem~nl:f$;of the~ Su.b:ooJJtti'i:t:tte~

S1ft'e8"el~~'/ Yj?"~'-.

/L__:.:TI1:J·•.........,
NO_n J. Latka.
thllinllan-•..Univ'erslty' Pa~nt
poncy~,Sub9ommit,t,!Je:"

• ce: TO-SIP'lllem~ers w{atta'Ctlml!J:1ts-:
umvers t ty,- 'Pa,tl!nt, Pol.icy. 'SllbcOlmlC-~tQ$'~- wl,aott/l¢hmetih-'
Mr.~: Charles-,H. Harz.,' General CO\lns:e,l""NSF,.,wla1tachule1'lt.::

32M635 0 ~ 78 M 51
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VI. Filing of Domestic Patent A£plications

(a) With respect to each 'Subject Invention in which the Jns t.i-'
tution elects to retain domestic rights pursuant to Section 111(a) of
this Agreement, the Ins t i tu t i on-ehal.I have a domestic patent ap.pL'i.e
cation filed within six months after'an election has been-unade
pursuant to Sect-ion lIl(a) of this Agreement or such longer period as
may be approved in writing by the Agency_

(b) For each Subject Invention on which's patent 'appli'cation is
filed- by or On behalf. of the Institution l , the Inst-itution shall:

(i) ¥ithin six riIonthsafter> such filing,' or within six
months after,~ubmissionof'the,inventiondisclosu~e if
the patent app1ica'tion:wasf.i-led prior to: the contract,
deliver to tne Agency (A.) -a copy: of the appli-cationas
filed. including the filing date and sedal number: (B)
a, copy of an assignment from the inventor or inventors
to the Institution 'of a,1:1 right.- ti,tle-.' and inte-rest in
the Lnvent i.cu properly'recorded -in the, United -S-tates
Patent and T:rademark Office;a-nd_ (C-), a _duly executed, and
appr-oved inst'J;ument--'onthe" form .spec'i.fLed in- E:xhibi,t A
which is at-tached hereto and <made ,a'pa,r-t-hereof:;

<ii) Lnc.Iude: thefoUowingstatemetlt'j apptiopriatel.y
completed. in the seoondpar-agr-ap:h- of the speo.ification
of, the ,appli,cation,and'any paeent s- -i.asuedvcn. the Subject
Invention) "rtre-coveremene- has rights in: this- Invent.Lon
pursuant to Cont.ractf.s ) (or Grant(s» NO(s). ~.......... _
awarded by (identify the Agency or-'Agellci-es)ll1"

(iii) not. less than thirty days' befOlC,e the ex:piration o£,:the
response pel:'iod;:forany__ ac t Lcn.vrequ Lred 'by the- united
states 'Patent- and" Trademark Office. notify the Agehcyof
enytdeci.s Lon' not- -to' continue 'the peosecuci.oa of the'
application and-de.Hver' to the Agenriy-'A!r,m 1 t )
exacuted.vi.ns t.rument's grant.ingtheOovernment a ,powe,r of;
att'orney;

(Lv) upon. request;~ 'fully ad-vise the'Agj!ncy concerning' all
aetionstaken,du~ingtheprosecutioriofanypa~ent

applic,'ltion s'rid.·"fi.lrrtish c-opies-,-of a,ny relevant documents
as, requee tied ]. and

(v) pr,dV'ide ". t~e, Ag-enoy .witn'.a:·c.9P'Y,' of' the', pll,tent within' six
months af,te't'a'patentissuas on th'e,-appl,icatioth.
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o;~JA-PA 4 !-lilrch 1977

D. ~'-";~t' 13; In 8~cti()n I~:(b), it cppee rn t~c1t 'J2 have l.i:-:;it:::~~

S[f1:'!J~CT: 'Pecc::;'t!Ierided Ch.sng'::!s in ,)t:c:ft PP~ i'li.1endme-nts

3. ?a,:ie &: In .sec c Ion (bHHl, cep LeaLtao -the "ford- "sec t tc-i",
In s ec t rcn (e){ iU), eliminatQ the .peren the t t ca l n:n;ber 60.

CP,'l.IPI'1l\~'!, rmtvrRSITY .'\D!!OC '!'ASJ: F0~C'S

s. Pege S: In Section V(b), p Lace a co-er-a Dft(·,r tt-c "'0td
"ccn t r cc t;" in t.ho thir!? lir,e Dnt~ e Lio i.nat.c til·:.' cr':7.~'''.: "fte. t oe :
oor d "ceraonnet" in t.n:2 fourth t Ina, .I\ft~r t1,.;! word "c lc r LcoL''
ins~rt the werd "e~ploy~es".

4. 'Pil::1e -7: TIi. sect.Ion IV{b){l}, ~li;:-:in!:lt":l th(,~ »e r c tll,)ti~.:<:!!

nonooe 3. In Section J"V{b} at t\1e po r ej r aoh ','!"lich h a no ;out-ce r ,
chen-to the \eor,~~ "ag::lnt"in the occond line to r ead :0 3si':F::::-:'!",
e s tl-]ci.t ecrm is nor eccccnon-u.or the r core ccnt.c t Ive 0 t:~r~ h:-,';:i
of en e-jency , In the 8~;,'~ sect.Icn , e Li.n in a t e th r;! pa 'O';li:.i-:~~tic'11

nur-ber 3D.

6. ?age 9: In Section VI(a), deIeta t.ho oaron che t Ice l number
6. In S~ctlo~ VI(b)(il, on tb~ seventh lin~ i~~~rt a CO~~d
aftcr the 'fjord "title", ()!1 the e Leven tb lino::-, .... eo vorea "b~{

thit-> reser encc" aeeer to ~;Q' r edundent; iln';: COLlh.: ;.l'J 81i:,'in"lt~d.

7. ?ilgC 1:::1: I S~C.tii:."1 VI(b) (iii), <:hlsot2 the ::i:H-.:mthf.ti~,1!

nnrcber 3,1. In cc t t cn '1TCbl(lv), (1~10tt~ t~C r(··.1tJ;::"<l~t vov.ts
"ec r eque nt.ed " n the fourth line.

1. I Hill be out of eo-en until ebout; che 17trl of "·~.,Jl:ch nn;:!
nrocablv un~bl~ to attend thene~tM~~tlnq-of t~~ task f:crc~.

The folioHin';i CiHli":g~... in the draft of 25 ~'<;,bnlllry 1)77 a r a
thererore r~com~cndej tor your cop.sicler~tion.

2•. !?2ije 3; 'zhe se-....~r-tll pe r entbe t Lce I r epe t t.c rona of nu-bers
have been deLc t.ed in:7:o::>t,:place.,;;frcr,1. the new 'haft; rr':":'cl),~\;".€'n~ v
they he deLe t cd in every pfcce , incl'uding paralJr",.1)h .(T).

H::~;')T';:.~Ht'!J~T !,l'CT;i::



".::' _"its ,designee-.,

Palen", ::aijj.h,t.s..
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=r-'''-'~~.....~~·••-u-H,'o'ir) ,,'
provided·that ContM~tor,may elee:·tnotto 8.c'oe,p.ttbeAltency,:
determination' and: instead assignal,l rigtit, title:j':,an4
Inueeese __ in tne, i,ulIe'ntton:to 0:-'[' 'its

(b-) At- the time the CO,ntrac,l;o,rrep9rts" 'aD:Yo'- "S:J.i,bject-Inven_tion-~'to'
_-,,",,,,,,,,,,,,,,,,::::.,-__,,,, th-e.Cont·ra,ctorj «:tiris- option., may also

CInsl;:Hu:ti-oril· > -:

report .the,'inven'tiolt" to" tlp~' .at~ncy- wi'tli' whi-ch'the· InS:'tit,u~:i.Clh',
holda'the"p-rim.fJ", colitl:;'8.ct; and> r.eql,i6~,ttbattl:fe:, agency.,mal:t.ea
de-term.ination,: wheth'er',an& on,what:" -t~):',!IlS:-,t:h~ ,e'orttt'{tC,t.Qr, may,-
ret-a..!,n- Fl:'·incip,al r·igh,-t--s in the invet!-~i()n, _ii,)"'lieu of assign-ins
i't to __ ', , _ ____ __ ~ Su~h:'det:e:rmi.-:nA':tiQn(l .1>Yi -the.:

tt,~:t::L,tu-t:i:on.r
ag~ncysl;tal~ be in accordanQe:',wuh-tb'e:- pplic:i:~:e"-+Ud:pr'1*',

ceduees of-par,t" 1~9:, 'o,f,tlfe.Fedl!r,a1-,:Pl"*.cure~nt'R~'S\11at-i()'n.:

and lor::apP',li-eat:ileag~~r>y::·. ra:g~la,t;iQns'". _S,u¢h.dete,rtnLnation8
shall-b$'· :final- on _bo:th., the''-C~n:t-:railt'O:1r< and': -rrrr't't":::'l

. t;N\.... +-,.;' ..',

(8) The'CQntt:a.ctor~'h~teb_1 ageees; ·t6 report- fu:L:l9:_ar).d:_pt:oltlptl"",~o"

4l;lY;;' invetlt:ipn!cott_c~,iyed:-,or'," f.i'J:',j3it:
('tust.t.tutiun,

actua:tly:r.eciu-ced to p~a¢tieei:~ tlie_cout'se-of ,or- .undlilt-,' thb·
ccnueace. -'''(beI'ei.:naft:er refe';'t¢Q: .to ,',as -- ''Sub j~ct-' Invent.io:n($),.,l1
and. subjMt,to (b), below, to, as,S'ig.n.: a.1-·li;t"'igh<t:.-- title-'an4
interest in and to such invention to, --r""""",,,:;::-r::,,"~---h .. ,;,lo \

.- ~,.."~

"(--:tIlSJ::i:tutIOiiJ
desigti&et,

(c) In addit-ion,_.th,e-·C'ottt.raetOr -agr,e-es: to - futnish-- _the; .followin&
material-s, disclosures- and:,rep.o:rts.,:

(i") Upon eeqceep , such duly. executed instrumen·t~

(peepa red. by the oZ'· it's.. designee) and. such,

\fii.'$Tftut:1i'o-ri}
designee 'to apply f()r,and.ptoa,e~tit-e any, 'l'atent application-,
in any country~ coveringsucb,iriventi~Q.

other pap,ers

D.nstituuon,---.'"
under this. cfauee- and: to enabIe the- or its'

(ii) P·ri-orto final· sent l:ement- cf . tlij,li.contr/Job, a- 'find'
report listingallStibject·lnve.nti-ons"'i>r cQ'ttHy·i-ng, that no;
Invent-ions were, concefved-ce fi·tst actual·lr reduced to
Bracti'ceun-der the, ccnt racr ,



nonprofit o r gani aatf ona having. a t~chnology crans rec program

1..,9.107-3(n.) and/or, the special situat.ionos language of 1-9.107-3.(c).

agencies may enter into Institutional Patent Agreements with

~roposed, FPR Revision

.I<repar~ by Ad RocSubcoinmlttee on University Patent PO,Hey.

JEL: Feb. ';'.5, 1977 in a cco r-lan.ce
with e ubc orrrrnl utee mark-,up sessions of
7 14/77 an.d ?!73/T7and 3/10/77

1801

i,;,,6 Ii' f;:'"i1'
.:;J·~'·,:d~':1li ~

February 1977

1. Ad~ the following subs~ction (6). to 1~9.107-4{a):

(6) In aec~rdance wlthth~ exceptional circumstances languasc of

cxganlaatl on , it sh'liill be made applicable to each contract with the

organization in: lieu of t?C Patent Rights clauses in 1-9.107-,5 find

l',.9~l07-6 (unless a determination has been made to exclude

~

the: contract ftomthe agreement.)

2. Retitle 1-!).107-6 as foll,ows: "Clauses fl)rdomestic con t r ac t s

($hort form) and Institutional Patent Agreements."

(1) m:,en(e) Patent Rights - Institutional Pat~nt Agranmc~t

an agency has determined in accordance wi,th 1-9.109-7 that a nonprofit cc-ganta.,

. ~-;$i1"!#'1should, receive an ugrltement as, authorIzed ; under 1-9.107-4(01) (6),,,,_ ~

T ['ilZ' if £ llIel.'.'./~b~§IZny M:i;:l ,,~ lit " =-'
, ,-~f:'?

3. Add the following new subsection vc) to 1-9.]07-6:

atto»
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IX. Mtn~nj;J:et~J:,t,()t\' of .I_nven:~i:~ul.s'_ in",Which, _the .Rs;t:l:t.ut " n: Elect,s -to
R_e:t:AiitRg~t-$'-,

(a) Tlte.,;Iustitutiptl shall. ad.min:i,ster. .tihoee SUbject. Inventions to
"'hio.fF it elects to>retai'~, title in,ehe-public- ,interest- and- shal-l{ex-- .
c~l?ta$' pJ:''Ovidel:!.- in subs'8:c.tion. (b);',','belo(4) make·, them-available:', through
liC8l\sing· on _.s-noo:exclusive. royalty",f.rej;l,' or- reaijqnable I'9yalty-basis
to'. alL qua:li~letl::applicant;s~.

(b-;) ThEklnsdtution'may,.!icen-s8 _a Subject, InVention -OR an" ex,..
elusive besis..' if· it _,determ.ines··thtlt:--an- .exctcsdve.Hcense: is required
in tl)e· p.ubHc: int-erest be_'C:aii~_e"it is_ neceslte.r.y-a8·an'. i,n-cent1.ve--for,
de,v~lop.merito£tl).e invention oe beeause,:ma.r-k-e,t,:,conditio,ns, are such: as
to' require., licensing, on,an~c:lu6ive basis in' crdes to bring the
invent.ionto" the' ,point ,of'p,rl1ctillal app li,c·ation. ,Any eX:cl~sive

lice:nse'iuued, by: tbe, Insthuti.on' ,under,:, 11, U.S.':patent'. o';,pateht;
app,Ji.eat'Lon sliaH,be, for a,limited" period'. of time'and,such,pe,riod,
sh.ap:., not:. , ,unless: otherw:i-se, appt-ovad..:by", the",Age'ucy", exceed fiye:t:e,a't's
from the. date of the, fir$t commet'cia:l' ,sa.la,,'OT' use,:in the,Unite~l,States'
of"Am,eric8'o£:,'a:pro4uet or pecceee ~mbodying",the'invent:iori.',or ei~ht

ye8'~<sfrQm,~e, date of, the exclus.ive' license, except-in'g, th:at time
bef?re:, reg~l;&,t;oJ:'Y, agElncie:s, necesaaty:to, obt,ain p.rem;~.rka:t,c1ean.nee.

whichoe'lelJ' occurs:' fir's't~ Such licens,El'ShaU, als,o'provideth'at, the
licen:;lee, slidl usa, all reasonable' eUort· to: ef.fect intr,oduc,tiQR! into
the' conmterei'aLmarket 'as, soon, ee pr,g,ctieablej.' ,cona.i1l,t'ent; wi.thsound
and,''teasonable b\l8:1ness·p~.a,l;!d:ee,8a:nd judgment-'. , Anyextensio,n,of:tlle
maximum Re:riQd', of, exclusivity, shall>besubject'c.Q appv:ovalQf, the
Ag~ncy.'•.' Upon'aK,piration.', o£', thepli!dod, cf exclusivity. or, any excenedcn
the,reo£.lic,e,nS8S\ shall' be, offered .ec aU qualified' applicants. at a
reasonable ro.yallyrate, not in', exeessof; .the. exe Iusdve. Hcenee royalty.
rate..

(0) RO)~..<iltiesshal.l not notm:aUy,bei~~excess ofaccepted,ttade:
practice. The Institution 'also agrees' ,th,at;, no, royalties shall. be
payable by,: ih' Hoenseea vor suJjTicensees" with respec.tto' any,Subject
Invetttion .In 'precureeenee for or on behdf of the Government and .to so
provide in any instrument, transferring righ·ts to anY'Pllrty' in any
Subject'Inv~ntion~

(d) The balance ofttte'royaltyincome afte~pQyment,of ,expenses,
including, paymatits to: inventors·,incidentattothe admini,strat:iCm,of'
all inventions assigned to' it pursu'ant to the-provisions of this
Agreement sh.all be utilized' for' the suppoec of educatLcn or res..ea,rch.
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to the above conditions; and

days written notice.

(J) A prcvi.sfcn permitting t e.rm in ac i on for

(HI

(I) A.p't'ohibition against a a-sf

periods;

A requirement that the Qrganization's royalty receipts,

" ."'.(
after paym~nt of administrative'costs~· 1 Uti¥.payinentlt6

dHz e d for educational or r e aea.rch purposes;

Governmental approval to persons or d'

(2) The following is the st'lndard Institutional

either par t y upon thirty
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XLII. Termin~tion.

This Agreementtnat be. te1:'minated-by either' ps.'r-t)'for ccnventeece
upon thirty days. vr i t t.ea not.i-ce , Diaposition'ofrighes in,:,and
administration of inventions made under conceecce subject co- thls,
Agreement will not be affected by' ,such .a termina·tion..;exc-e,pt; tha.t in
the .evenc theGova~nment:-terminates this A8·reeme-nt because vee- a
f~ilure or, refUsal by the Institution-to~compty-w~t~an:1 of its
obligations under sec-tions V(a). VI, IX>, and X cji this Agreement, the
Agency has the right to require" that the Institution' sent;ire righ't,;
tit-l-e'J endinteres,t in and to the p,Il'rticul.al:7 iaventfouo',with reSpAot to
which the breach occeered, be ase Lgaed to/the United St;.at·es, of Americ'a l

as represented. by·. the Age:ncy·.

XIV.. commun.iccat-iOf!,8 lfdl
Requests for· A:g~cy, ap,prov~lsi extensions'. o'r sLmir18,ractioris: and

otb.er ccerespcndence. requi1;"ed· by. this: A,g.reeme:nt·. ·.should .be. .addreaeed to':

---;;:;;:;-;;;:;r;"";:;:;;::r-:;-'-';;""';::'77,::::~"';;>--;-;' E-1C.<;ept Whe-ri!,· sped'fica111;
p:(",ovided otherwise in th:u,Agteeme(l:t •. , the . , '." .... or' hi'S:.
des,ignee· .sha-1,l·act as the.··po'in:t,· of author:ity.·wnbt,n··..tliEi"Agg;ney··ti):.
gl:'ant such app.rova l s , ex·ti:msions"" 61.' take' 81.1:cb·' other Agqrtcy .act,ions' as
may',be au-thQrized: in .th is"Ag;oeement.

IN. WIT~ESS' WHEREOF,. each ofth'e,' pilt't:iea' heretp·;has,exe-c\lt.:&dt thi'8.
Agreement; as' of the day' and" year, below.'

UN-Ir:lm,S'tATES, OF..: A}1'ERlCA:j

By,
,T,itJ'e
Date

('corporate 'Seal)
{In~;tTrotr5rtl,\~

BY,':;:".:::::::====::Title
Date'

CE'RTurCAT·E;·

ii:gn~d:

I. J. certify, that I am't"e'~ -e-_..",,,,",.,.:ti::-
of the Institution named., above; tbat .' - wS'O'!
tb'iil Agreement· on beheLf of said In8t,1i:it"u"t"i"o~n;;,-,~·s'·-=:::::::::""::':''::;::-
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or any new and useful improve~ent thereof, and any variety of plant.
which is or may be patentable" under the, Patent Laws of the United
States,of America o~ any foreign country.

(b) . "coutract;" means any contra~t. {agreement, grant,or'other
arrangelllentJ.J}0r subcontract entered into with or for the-benefit of
the Gove.roment, 'where a purpose of tile contract is the conduct of
ey.perimental, developmental~ or ~esearch~ork.

(c) "States and. domestic municipal governmental! means the
States of the United States, the Dtstri-ct of Columbia. Puerto Rtco ,
the Virgin Islands, American Samoa. Guam, and the Trust Teri'itor-y
of the Pacific Islands, and any political subdtvts lcn andageuct e e
thereof.

(d) liTo bring to the point of practical application,lI means', to
manufacture in the case of a composition or product" to peaeetce in
the ca~eofa process, o~to ope r-ate Tn the ca se or a macbtne and unde r
such condi.tions 'as to establish that the inventtonis being worked .and
that its benefits are eee senebty accessible to, the public.

(e) "Made, I' when used in relation to any invention o'r dteccve ey,
means the conception or first actual rediJ.ctiontopractice'ofsuch
invention-in thecourae of or unde e a contract.

Ill. Al10cntion of PrinsiEal Rirhts

(a) The lustltutionway retain the entire right. title, nod
i.ntcrest throughout The wo'r.Id Or in any country thereoii,t, and to
each Sub-ject Envent.Lon dd.sc.Lcs edvpur-suant; to Section V''. biOllow.
subject to the provisions of this' hgraement. The lustitutienaha11
include with, each Subject Invention disclosure aa elcr.tionwhcther it
will retain the cntire right,title. ~nd interest in the: invention
throughout the world or in any country thereof aubj ect to the d.ghts,
llcquired· by the Government in Section IV of the Agreement: provf.ded

B¥i*i"aE~i:[;i~



The Government is hereby gra.ntedanirrevocable power to inspect
and make copies of the ab~ve~identified patent.application.
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Signed this . day of _

UnstTt"4tiotiT"

{SigMture}

fPh.rit -or:: ty'pe namel

(OfHe,ial· title}

'CERtlnCATE

l~,-.

It. 0, certify that 1 am the aLtha- ni.st~itu:tion:

named as licensor herein; that • who-signed this
License on behalf cf the Institution l'S' of
said ,Institution) and that said r.Lcense was duly sigl.').erl: for, an in
behalf of said, Institution by authority, of its governing:body,-:. and is
within the .socpevnf ,itscorporate'p.ower·s.

Uffg-ni'tur'irr'--.,--c
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IV. Minimum Rt gbtaAcqut re d by the Governrnent

(.:I) With respect to 'each"Subject Inve~tiont,) whi.ch the 'Institution
retains principal" cc exclusive rights,. the Ins t i t u t i ou hereby gr ant s
to the Cover nment- of the United SCates a .nonexc Lus.Lv e, nant r ans f e r ab Le ,
p.:dd-up license t o make , -uae;' end sell e aeh- Subject Lnven t i cn t h.roughout;

the.ll.:lrld by-or on behalf,of the Government o f the Uni cud. States (indudbl<!
eay GoveL"melle agency) and State>land doneat Lc muni.c i pa l 'goverrenent s ,
unless the Agen.cy dc.tcJ;rnittes,af,ter _the, Invent Lon has _been,idcnti Hed
that it vcukd not:bein the, public interest to ac quir e the Li.cen s e for
Stutes and do~estic municipalgoverl~ents;

(b)" With respect to each Subject Invention to which,the
Institution retains princi~al or ,exclusive rights, the Institution
agrees to grant toresp~nsible applicants, upon.request of the
Agency, a Heeoee on terms that are reasonable under the c Lr curns t anc es ;

(i)" ulllessthe Institution, its.licensee, oc"it; assignee,
demon at r e t es t cjthe Government that. effective s t e ps. haveb(H9:lltai-:'>.o
11ithin three (3) yc cr s nft>:!-r 11. patent issu2soa such invention to bring
the inventi"n, to the po inc of practical application or t~at the {nveu t l on
has been made available for licensinJ3 royal t.y-Er ee 0[' oliterrns that <i,e
reebon~ble in- the ,circ\).~staw::es or can s.h.:>w cause why the- prLncioat
or exclusive rightssh"uld be retained f"ra further. period. of t:~e; or

(it). to the extent that ' the inventfon.isrequired for public
tItle by governmen t ak.vr egu.l.e t Lcn s os: as may be 'fl.."c"!'ss:,rY.t c ful fill pub! ic
health or saiet,y ueod s , orf;:>r ilther:pulllic puc po sea s t ipu l at cd in the
~ppticeble contr~ct •

. (d) !loth ng contained in this section bha.l1 be d nemed to
gt'llnt to .t he Gvv rumen" atlY rights with r eapcc t to any inventi"n
other .then a So!) eet Invention.' ~



4. Add a new section §1-9.1Q9~7 as follows:

§1-9~l09-7 Negotiation of,lnstitutionalPaeent Agreements

!Q/ Insert applicable adresses and officers.

A, stat-em.erit· iU,d,iesting th~ source of,the
institution.'s funds j

AcopYcofits;Ar~iclesof Incorpotation;

A statement of the institution's' purpose and'
"aims.; and

(i)

(H·~)

(u>

(1) Gen~ral information concerning t~e institution~

Infortnati-on too'besubmit·ted by nonprofit organiz8,tion. A
organization de sLr i.ng to enter Lncc an Institutional Pa cent;
shall provide the agency with the following in,fo't"mation;

(3) The name, title. add't'ess,and,telephone numba-r'of the
officer respon5iblefo~_ad~inistrationof patent and:inven~ion'matters

and;' a descriptio'rt of staffing in thi:s, area. includ-i-ntl, al~, of,fie-es
which contribute to- the organizathlR's pate:n't management'
capabilities-;

(2l' A eopy of the organization.' s establisbed, pate-at
pol'icy,. together with the date, and: manner of: i,ts adoption:;

1888

(4) A'4escription of the o't:ganization'ii:-J;lroe-eduresfor
identifying: and report,ing;invent,ionsand a- description, of" the'
peocedurea. fol' evafuecdon of aucb. inventions for- inc.lusi-¢n' :in the·
org-anizat ion I $ p-romotionalpr,ogr-4m;-,

including:

(aJ
nonprofit
Agreement

9/ Differenc dates maybe substituted' depending on the Agency's
- needs.
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VI . . F:iling of Domestic Pi\tent Appli~ati'ioTls.

(a) . With- respect to_each Subjei::tlnventii;ln in whi¢h:the"lnsticuticin
elects til cetai·a domestic rights- purs,uilnt 'to,sCl.tion I.n(a)of this
Agreement the Institudol~ shaH have .:l domestic' pat-ent apPlication fil.(!d

·within six " m,:,uth;:;" after _an election has. b-een madepur,s\1ant
to aection .ur(a) of this Agre~rnent o e such Longer pedoJd'3~
may be approved in writing by the Agency., However, tr.ene
Agency determines that there has been such use or
publication of the invention sc as to initiate a one-yea,r
statutory period which ends less than six months after
the election,the Agency may require the application to
be filed one month or less before the end of. the statutory
pe rj cd, Wi.th respectto·such invention, the Institution
shall promptly notify the Agency of, any decision not to file
an-appktca ttcn ,

(b) For each Subject Invention on which a,patt!nt al'pLic~~i(O~
is filad by or on behalf c f the Insti.tution,· the It1j;tltution aa s l L

(i) within six months after auch-EiIi ng, 0.1" within six months.
after submission of the invention disclosure if the
patent ·application was filed prior t,o-thecontra-ct, .deltvee
to the Agency (A)' a copy crtbe application as fl1ed,inclad
In.g the filing dii'.te and serial number; (,B) a copy of.an
assigpmentfrom the inventor or inventor-s 'to the ,Institution
of all-right; title, and interest i.n the inventionprops,rly
re co rded In the United States Pat-ent and. Tndema.-rk Office:
and (C) a dul y executed and approved inst;l"Uttlent on the
foz-rrr a pe c ifled in Exhibit A which is atta cbed.be ee tc and
made a part-he5;'l'Iof; .

(ii)inc1ude the following statement, appropriatelyeorn
pl.e ted , in the second paragraph of the specifice.tion of
the application and any patents issued on the. Subject
Invention, .1lThe Gove rnment has rights in this invention
pursuant to Contract(s): (or Grant(s)).':N"o(s)•.
awarded by (identify the Agency or Agencies)":

t.--:
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(lO), A" list of'subsidia,t'y" ora£f-i,li.it-eorgal1iz-ations, ~ich

would be cover-e.d:by' an; egeeeeeeu- signed-by- etre.. organi-zatlonc;

(11) If the org-.;mizat-ion is a subsidiary or affili<B.t:e organiC"
zat.Lon , the name of the ot-heror,ganiz<!-donand a descript:ion of rhe
relationship;

(12) The amount of GoverDlllent .support for reaeareh and
development' activities cUl;rently being-e"cl,ministere.d by the organiza,,
tion,. givingGovernment'agenc~and breakdown;

03} A statement of the- or.gani-Zation's pOlicies·' with: res.p_e-d,t
to the sharing- of'royalties,;with emp.Lcyeea; and

(14) J..- descrip;t-ion. of the uses,' made'o£, any net,' -Income
gececaced. by the organiz·a.t-ion'spatentmanag~ment-program.

(b) Cr.iteria:.fot' evaluation "of atechn,plogy,',tra.n'sf.e;rprog!::arp..

Befor-e anlnatitut:ional: Patent Agt:eelilent,is encered into. with a'non~

profit' organization,the or,ganiz,ation shall nave a technology teens fee
prograI!l' which'..-_ as' ·a-:minimulll,.·shal_L·include:

(1) Ah Mtabl,ished' p,~te:rtt policy which' isc-onsiatent with,
the policy,- in-·§-'1":'"9,:~'.107..3--Bnd is'.admini-s-ter-ed, on, a- continuous basis-by
an or-Hcer or or-ganization, eespcnedbfe to,theorga,nizationj

(2) Ag+eementswith;emplQy~es requiring the~to a~sig~ to
the- organization or its des Lgcee. or the covernaeee arty- iiwention con
cedved. or first actually reduced to p~actice'-by them_in the, courae of
or under Governme:ntcontra:cts,artd, eweeds- or.assurance-that; ·su_ch:agJ:'ee ..
mente are obtained prior to ,the assignment-of__ peeacnneI- to -coveeneeac
supported reSearch and development projects;

(3) Procedures 'for pr_omptcinvention identi_fi-cation and
timely disclosure to the officer or organization"admi-nist'eting the
patent policy of the, institution;

(4) Procedures for invention evaluation; and

(5) Anaativa and, effective pr-omo t LunaI program for the
licensing a~d'marketing of'iriventions'.
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VIII,. Subcontracts

(b) In cddi:::i<Jn. the Contractor ~~ree~ to furui~h tho
flJl1o\nng;l:lat,erie.LG .di;icli3:lut.cli and rapi:lr,ts.:' '

applic,Jtion'. in any, cOI.hltry,:c,;ve171ng

(of). Upon re~ue$t.suchdulyel':ecut:d' irlll~'rliment,s(p~:e-
pared by the, .' .... o~itllde-'sif>IIeer

---'·~rstHutro~~.~ ' ....
end such oth2rpaptlco> nil are de~med'nl:tess-<1ry;t:'Q,v,ast. in
tlle O,t' i'ta- desigj)(i,e,' thit

-..--_. -(:In eti t.ut 100)
rishtll crautedunJ~r this clsulie and to ~nable'tha

011 hs dasIguee. to' apply; I411 and
·--(:!riat,i.tt!:::i~il.j

prolle-cute any patent
eucu. inventi\)ll.. '

(b) The Institution shall notify the Agenl::Y of foreign
applications filed and"upon request, shall furnish an: English
version of such fOl'eignapplieation "wit~out addiUonal: ccmpenea tlon,

('oj The ccntracror heceby agrees' torep.;lct fully and
pr~mptly to, . any

-' Unstit:uti~----
invetztiGn cotlcei:vcd, 0">1" fi.rst,c;otual,ly r educ ed t.;J:pp:ictioe
in~he,cours,aof'or 'mdoa~ cniseontr acc (hec,e,inaft~I,'
re£c.l;ced', to .aa, "Sl.lbjc::: Ill.veati"n{ s ) i" and,to,a,Gsign 'a101:
dgltt:.title. audv'i.nt e r e sj; ill and to, such' Lnvencdcn t c

or' its de-aig:nea,:,

(a) Except u'provlded'in,{b), bel,o'w,orwhen·thesubcontr'ador
holds an Institutional,Pat¢nt Agreement -With"the Agency", the Instit\J.tion
shall include in .any .subcontrect whe re a purpq,s-eo£that:subcontract
is the co~duct,ofexperimental,; 'd$velopmental,' or, reeeercb 'Work
either the "PatentB,ight:e:'~Acquisition by the ,Government" clause
found at 41CFR 1~9.107.;S(a)or the folkowing clause:

Patent Rights

(.ii.). Prior tc finaille.ttiemmlt of thh cohtrllCt;:'4
final r.apc rt; listinf; e l'L Subject! Invent.lallu .:lc',certifying
elult no, inv'.!ntlO;11l ,,,,.ere c,)ucel"ed, cr: ficst act\laH)'
eeduced t",practicc' undec che contr ece ,
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I-'belle:v:e,i~" is~,p;t'.efettab:Le-tq __ get _---the> sub:stli,nt:tv-e:--cb6ng~,lJ
cU.s:eussQd,- ,at,tlte next SIl'-meet.in&: and.- ifp.08~ibl$;-.;:_ge-t,a~lfI)emant·.-on
the,c.hang~-:th.en:,. Otily- as" S', _l~t r8S0'll1:'_ sho~d-'Wl1l; ag'reQ,t:Q; del;ay.
cctlstde:ra't:i,tn1to a- rat~r- ~'et_inB~

Ertelosad 1s, a. new: F~R1II!k. amendtoon,t·_ r~".t$ed,aa, p:(!.1':- th$-la,st--.S'l:P'
meeeing•.. Let me knojol' if,' you·hava': any~ co:mniQ;n~~, 1- leave.it::up:to,No:.,
as -to whether, it shQti1.d-· alsa:-be-,gent;, to:Joe_.lI,u9~;"f().l:'"r,ev.t:et.l._Th'e-d'taf.ct·

is now- ont,speEPo. it: sboul:d'be' easy-co .ma:ke.'.an:Y-~lJ1ft.l):e;r,:change9-.;

A18oeQclosefi:iEf adra£t'me\llor$b:4um:':t:o;aeco~,a:"'y':it-~. I:WQn14i
li~e::to~av~,-"tbe\ three-of- ,uss.ign. it. t· do/,lb:t, th\'1t:· 'J~.,lWs~'~o(fld;;

and: agli\iu',I-.le8ve.it,·toNot"-m.as:to· hOw tlUl,t','sMul-a,:be,bl'lnd:Led,;

(?,~.,J.I s:~ .

24', 19:,::1:7DAtt~:MA.Y, •.
PATENT BRANCH, 0Ge

DHIiW

',]U1/3 1977
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Ncirm.La~ker:

::::l:::::t2J-.L -
Ril.v!sed FPR/d'~,ndman"t

.-.-.o.........o~ .. ,••0.'.0
""L.... '.!a.~"'Tl~
............... ,.. f Cl""~ ",0'" ....

UNITED'S'rATES:GOVER:!iJMEN'I'.

Memorandum·

"""..
SUBJECt':

TO,

En(:1osti:tes

I
'01.'''0

BrvU.S. SiloJnl}1,Bpnilj. RfglildrlJ"otithiPI:iy,oUFSjjping(PIIlI)'
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IX. Administriltioli of InVClltions in l>'hich the Institt:tion Elects
to Ret~in RI8ht~

(a) The'Institution shall admtliistarthoseSubj'ect I~ventions '
to vh i c h it' elects to ·retilintitle in the peb LLe interest and shall,
CXC~Jrt as provfded du subse<::tivn(b)., b e l ov, rnake them available
tkrough licensing on avnonexc Lus Ive ; -royaLt.y...,free oi r easoneb l e
royalty basis .cc ail qualified ~pplicants'•.

(b) The In s t.Lt u t ion li1ay Hcense ~ Subj02Ct, Invent Ion on an.
exclusive basis if it determines that an exclusive t Lcenec is

• required in the public 'int e r e s c bec aue e d t; Ls necessary as an
incc'ntive for deve.Lcpment; of the invention or b ec au's e madlet ccnd i t i ons
lire such as to requirelicensillg on an excI us L.... e basis iIi. o rd e r to b r i ng
the invention to .tne point of practical app l Lcat i cn , Any e:'>.c-lusive
license issue'dby the Institution undue a U.s. p<I't'ailt· or p1!tenc ilppl!c.ntion
shall be fox' a, limited. periodo! time and such pe r Lod sh a l; not, unless
otlLer;rise approved by the Age!lcy,. exc eedif i v e years f rorrr.khe datao!
tho first ccmeere'Laj sale or U.5Q ifI the Unfted St e ce s of 1,meric.i1 of a
product or process .embodying. the invention, or eight years from the
d,(taof the excl.us Lve license, excepting that. time before,regulatory -
agencies necessary to obtain premarket clearance. whichever occurs
first.Suchlrcense ~hallalso. pxcvt de ,that the Hceneee-shall use
allreaaonable eff9rtto eHect .Lnt r cduct ion i"ntothe commercial
mar'k:e:tas soon as practicable., coneteecnt with' scuadand reasonable
business pz-acbi-ce s and judgrnent, Anyextenaion of the maximum
period of exclusivity shall be subject to approval of the Agency. Upon
exptr-a tlon of the period 'of cexcIu.s lvi ty or any extension thereof,
licenses shall be offered to all qualified.applicaIl.ts at a reasonable
royalty rate not in excess of the exclusive license royalty rate.

(e) Royalties shall not normally be in excess of-accepted
tradepracti-ce. The Institution also agrees that no royalties shall
be payable by its licensees or sublicensees with respect to 'any
Subject Invention in procurements for or on behalf of- the
Government and to so provide in any Ins tzument transferring
rights toauy party in any Subject Invention,

(cl) T'h'.! b etence of the royalty Iuccae after payocut of ex?(!([::;c&,
including payment s to inventors, incidental to the .1dminbtcatioll of
fl.llinvcnthms a,;;sisned. til it pursu;\Ut to) the provisions of thi-i';
J\t;I:l::CPlCri:: Sh.1t:l be: utilized tor the support .of edve ut Ion o e.
[cac:nr¢h.

·te) All licenses Loaued by the Irtstit~ltion· to other thau the
COVElJ:'l1l!Ient of theUiiited. St-a t es undcc any patent appli<:::i1t'lon at:
.'atent on a Subject tlivclltioll.·shaH be "HIde expr.e s s l-y. s ob j cc t to tllc
conM.tions of this' Ai;rcc:ncni:. The Institution shal1,uporl' r':!quc:et,
p::oRptly.fLirnish copies. of any Hceuse eg ceeoent e enccr ez into:'~·it.
tc the Agency. ~

32_635 0 _ '1'8 ~ 52
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As eeqceaeed at: the, SIP m.eedngo,f May 19'. 1977','Norm'.,Latker.•
Joe RU9Z~, cene ,Pawl.Lkowsk.L, and lare subn\iut inga,red,raft wi.ch those
changes thacwe-reagreed. tc at that meec Ing., Ch~ng¢s are atso ma,de; to
paces of the d,raft not dd acu s aed. at- SIP's" last mee.t.Lng asweHasp_arts
tbat; eeee. d-iscUB$edinor-der tG'· bring the proposed IrA in closer conformity
with-,FPR language. At its last- meetingjthe SIP.went through Article' Veal
of theLPA-. SIP:' CCHlC1jr-reQ., ill H~9';r07':"7(a) o£;th'e FPR~

.?j~n:i,/~,~
.~i:?'-' ->;.i.

OFl'I(;F. OF THl:
GENEA,;I. COUNSEL

Memor-andumtlo:

From:

Subject-:

NATIONAL SCIENCE FOUNDATION

WASHINGTON. D.C 20550 .:AA[J: )foDt.. Lt
~f:lf~1{

Jun~-15-~i977

Mernb¢t:'so_f- the. SUbCQrnmittee on -In t e Hectuak Pl'opar,ty

.reese E,L"ken, NSFflY
Revised IPAfFPRame~meRtdraft

We;· nose , hoveve'e , "thilt, the at'uched'dt:a-ftsti.ll·,cont'aii'l.s cer-t a In
varia.tions frOm curr-ent- F,PRlanguag'i:!: in the following. sec t i.one- which
weee. n?t reache-d' by SIP.: ae. it's l'4s-t· meeting':

L Second sentence, of, Art.icle' l;X(cr of the IPh.

2. Someco'f t-ne dille periods itt Art-i61e VI-(bl- 0 f the IPA. Ot'her
e i.se the' substance of this paragtaph is,the s ame as the FPJ:{ although,the
graltlmatica.'l'ac,rangein2nt La an improvement;

3. - Th~ second sentence of ArtiCle V('c) of the TPA whie·h is an
attempt> to deal, with· FOlA problems.

4. "Welfare" is deleted fccra-the marcH-itt provision in IV(-a)(.2){it).

we: utge"SIPto retie i.n the above provisions aodvt o transmit to
GSK-, along with the IPAamendmen.t.someaddiei,onal amendment.a to- the
FPn, t.o change' the other FPa c Lause.a to conform with the above cited
langt,la'ge. We bel Ieve- t he se c-hangesShould uo t; oe cOlltrover,sialand
-shouldbec-onsidered-bySIPa,,; pact of its-review of the dr-a,ft. All but
the' las.t· we('-e cnang,es'recownended-.by some 'of the cOlilmen:t'8.tQl':s,onthe draft
sent out' by GSA and' are., we believe ,eminently,- wotthwh'{le changes ..

To elaborate' on. cbe se.. varie.t.i.ons 'in 1aci:gll&~e-.we be Lfcve- the
Ch-4flg~-StO the time per-iods- in' Arti:cle. VI(b} deal wLth r.out-ine
adtil,itiistli:stive:, mt4,tt'ersand, merely: extend slightly various tiine pe-riod-s'.
that aee ar,bilirar-y in any CM~. These cuange.s in no waY".'1f.fec:t the
substantiVe rights of the covecnnent-,
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XII. Inventions by Federal E~ployces

Nothing,in this Agreement shall preclude the Gover~~cnt ftom obtaining
greater rights in a Subject jnveucdcnraade by an 'invcn t o r while it

Federal employee.

XIII. Termination

This Agreerncntinay be-ter.minated by either party for c.,nv,-,ni'~l\cl"l upon
thirty days written-notice. D'ie pos i.t.Lc n of rir;hts in, and
administration of inventions made cud er c ont r ac t s sl,hject'to thi s
Agree:~ent will not be affected by such a tcrmin'1tion; except that in
the event the Government t ermdn ace s this Agreemeat b cc aus e 0 f n
failure or r e fus a l. by the Inat i t ut i.on to COl:l1'1y w.i t h any of its obH.f;;\ti"t1s
under sections V(a). VI; IX, and X of this Agr,~er.l~nt, the Af;!O'Jcy has
the right to require ~hat the Institution's cntir'e right, title end
interest in "and to the pai:tic.ular invention ;lith r espec t to 'Ihich
the breach occurred be assigned to the United States DE Americ3, as
.rcpresen~ed by the Agency.

XIV'. Communic'ations .!£!

Reque at a- for Agency approval.c , extensions, or, simil.:lr. ac r Innn and »the r
correspondence required by this Agrce;ucnt shou Ld be addressed to

c:::;:u",:c;:;--::::;:.,-;;:;;;---;;;o;;;,,,,-;-;;-,-;;,,,,,,,':::-;::;:;:;;;:;--"- Except.w~
spccifically provided otherwise in this Agreement, the
or his designee shall act as the point of authority 1I'ithIii thc AJ;cm:y
to Sl:"D.nt such approvals; extensions, or take s ucb , otl1erAcency actions
as ma'ybeautliorized' in this Aereement"
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JEL:DRAFT:6/15!77

PROPOSED FPR REVISION

prepared. by Ad Hoc Subcommittee· on University Patent P6licy

As Marked~up'a~ SIP Meeting,o£ May 19, 1977

1. Add the following., subsection , (.6) to §'l-9~.107-4(a).:

(6) In accordance,with the' exceptional circumstances language of
§1-9-.107-3(a} and/or the spacLe I situations Language. of §l-9 ..107''''3(c).
agencies may enten into Ine tLtu rd.oaa I Patent AgreemenM as set forth
in U-9. 107";6(c} (2) with-,nonprofit organ-Lzationa<having a technology
transfer program meet.Lng. thecdteri'80£ §l-9.10'9"-7{bh, Such, agree,
ments provide' theorganizadon·the right to retain ene. e-ntire .r-Lghn ,
tit Le and,' interest in invent-ions made in the- course of or under..con
tracts subject to certain .oondfui.ons., \'l'h'E!n' such- an ,agl:'eeme-t\t:' lias' been
made with a nonprofit· or,ga!iization\ ,it shall".bemadt:f,applital;i1~. to
each. cOnt·ract'wLth, the organization.·· in lieu of: the p-a,tent·, RigJ:rts
clau&es in.§lM9.l07~5 and, il~9~107~6(unlessa,d~te~min~tion.has b~en

eede- to, exclude the contraot, it,om the agreement. }.

2.. Retitle. §t""9,.lOl"6·· asfGllows}. "Clauses for domestic cenaeeces
(shnr.t formland lns'titut-ional Patent, Agreement.s. 1

'

3. Add the.. following newsubsect'ion' (c)·to,§.l",9;.~07--6":

(c) Pate:n::t, ,R l;1t;s "'C,·In-stitut,ionaLPa,tet'l.~.:A: reerilerit. Cl) \'l'hen an'
agetie,y has deherin'lned in: accordance wJ.,th. 1;"'9~,109""7: that a .. nonprofit
or~~nizat,io.n··shQu,ld~··recei-ve an. agreement' asauthotized under
sr-s., 107:;..4(3} (6J, the Ag.~,e:ament,set:f,orth::in,pB,ragraph:·' (c){2),- of this
section' appropr-iately.comp:let.:ed as indicated in the numbered· notes
aPPtarin~aft,e.r the Agreement, shall':Iie';used.~... Ch:ariges,in .tbe , agJ::eemet\t
s~Oi.l:ld be, lim'j.'ted to changee: di:c·t·at-ed· by s:tMl1t-es:ap,p,l~c-a,ble to the
age;ncY0I: by. spe'Cialadmini,strat.i'le.:·ne-ed:S•. In' making_al;\y changes-ran.
agency 8halls~ek to ensure that the ag~eement continues toinc1ude: at
1eas~ th~'following,feat~re~~

(A) N. requi:remertt: fO,t·the:, prG~p,t.,;r~PQtt;'i'n$;::0.£·.···a1J.:· i:nve,ntipn1J to
the s;pplic-able, "agencyalongwith, an' e-lect:ion'·;of, right,:s;;

(D) Reser·v-at-i'on: of-. aU- righ,ts,sp:e:ciH-e-d, in· '§1''''9~107;.,3(e)'''{h,n

(C) kre<i~ireiilent',·t~at·· t!t~ organi:tQt ion:mA1<,a:,;. suc1:F.iove-n,t·ioit$·
ava'i.Lab ke :cn-e. ncnexcaes.ive. bae Ls- ex-cep,t·· wher.e: the-deai['-ed'.pta.ct-iqa·L
orco-mmercis:l: appli::cat.ion, has not;b~en-echdeved 0'1::', i'lf·not', likelY,:'t-Gi be'.
expedf:t-1::ous'11' ~hieved;tbr.6ugh'~· s~c1i: 1'ioeti:s,:iltg:i·
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Sig:lllltu'rc'

"The lillcnse g r nnced to" the ccvcrnmcnr dues noc Lne Iud.o :;t.ltl! and
domellt-;'c .municipal' g.;iv<;cllmenttio"

-:

.,> 19__ 0

(

(Titl~,·of Inv(intion)

(~r1ntor ty?e name)

wnrCIaiffff8Y

nn<lt~t::ution)

~' (-Si'iilif-u~e)

day of _

Exhibit- A
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Contract (Grant) No.
--- Institution-:

COI'!'FIR..'iATOn.'l,· INSTRUMENt

(

Sitl!~d',this

* If-' ~:n accordllllccw,tth Sectl.on IV(;J.) of- theA'!}l:"ccment', the Agency h aa
dctetmined e-hittu"Ucense" fO'1:" st.,te- and_ dome at-i c ::lunicipal' ~ovcrpmcnts
Yill' not be obtained, the follo.'lwingS'hould Sc added to,t,he Confirl1luto,cy
Itu::tr,Ull\llntl :

The' hivention identified above La a "Subject InventLon" unde r
(identify IostitutionalPat~ntAgree~~lt n~ber)

to,·rh1.ch ccncr ac c (grant) -Nc, with
(:sp.ec,ify C"vermnen!:. .agencyr \o?as subject. ----~------

This document LscQnfirmatory of thep.aid-up Heense granted.,to
the Government under; this cont.r ec.t (grant) in this Invcnt Icn , 'Potent
llpplico.tionand any resulting patcnt , and of all other rights· acquired
by the. Government by the referenced Agrecment.*

Tho Govern!ael\t ),s hCI:eby granted an irr,cvoc<lblep'o\<"e~' to inspect
and rcak e eopfe.s '0£ the ebove-Ldentd.Hed r;'telltapplication-•

I. . certify- t.hut; I lUll the ~~~S;~;;~2;;~of the' Insl:1t\,ti.:in'nemcd as Hccnsor her ein j. that
who signed t;'his L'ie en se on behalf, of the Inllcit\,tion r's

of said Inst,itutionj and that; s a i d Li.c cns e WOlS duly s i.ancd fOfi!Ud

""I:lc;;b"."h"aTl'f of slIid Institution ,by, authority of il:::> g cve rn'i.ug body,
and. is within .~ll(! scope o,fits_C:orpoJ:'ate" pcwer a ,

.}'PP1'iea.tion~~f~O~'~'~~~~i~~~~~~~~~~~~~~~~~=InV"ontor(s-):
Serial 110.
J!'il-ing Da:t:e:



1. Scope of Agreement
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NOW, THEREFORE, in consideration of the :foregoing;th'e_parties-hereto
agree as follows:

(uA~cfv~J,I,,4De£.initionsII.

(a) "Sub,1~nven'tion" means any invention or discovery of
the Institution~nceivedor first actually reduced topractic,e in the
course of or unAer. a contract with the Agency,-,snd inc-ludes any' art,
method. process, mach Ine , manufacture,_ dee.Lgn , or ccmpos Lt i.on of
mat tre r , or any new and usefu I improvement thereof. and any variety of
plant,; which is or may be patentable under, the Patent Laws of the
United- States of America or any foreign country.

This Agreement defines the rights of the partiesheieto
regarding the allocation of rights in subject inventions made under
contracts with the agency entered into after the execution of the
Agreement except such contracts as may be specifically excluded by the
~~~.y

WHEREAS •. the .lnstituti'on is desirous- 'of entering into an agreement
whereby it .may "reta i.n :the entire right, tit re; -and tneeeee t in and
administer inventions made iO.thecQurse of or under research
supported by 'the Agenc'y , subject to certain rights acquired by the
Government:

(b) "Contract" means any contract, ·(agrBemEmt, grant,or other
arrangement) 4/ or subcon t r ac.t entered into with or for the benefit of
the. Government, wher~ a purpose of the contract is the conduct of
espe r.irsent a l, developmental, .or reeaeaech work.

(c) ltS'hates and domestic: municipal. gove rnmente" me.ana . theS ceuee
of the United Sta,t,es the District ofColumbi'3,Puerfo Rico, the
Virgin ISlands, Arner can Samoa, Guam,and the Trust 'Ier r-Ltccy of the
Pacific Isla.nds,and any political subdivision and agencies thereof ,

(d) "To'bt'ing to the point of: peect-Lce.L application"means .co
manufacture in the case of a composition or product, to practice' in
the case of a process, or to operate in the case of a. machine and
under such conditions as to'establishthat the invention is being
worked and that· its benefits- are reasonably accessible to the public.

(e) "Ma.de;" when- used, in relation:toany invention ce di.ecoveey 1

means the conception: or first actual reduction to practice of such
invention-in thee course'of or under a contract.
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4. Add. a"~ewseCl:ion 1-9.109-7 as. fo'l Lowst

S1·.,.9~.109-7 Negotiation 0 f Institutional 'Pateut; Agr ee.aenc s

(a) Information to besublf\itted_,~y nonp'roHtor,~,,"niza~~~

A nonprofit organization de s i r-ing to ente r into an Institutional Patent

Agroement shall provide the agency w~th the. foUowing information:

(}) .General-- infoimation eoncernfng.rt.he institution; _incTudiug:

(1) A copy of its Articles of Jncorpo r aedon ;

(ii): As~atement of the intitution~s-pu~~Qseand aims; and

(iii) A s t ec euene indicating thesourceo.fthe' iostitu,ti'on's

funds'.

(2)' A'- copy of theo:rgantzation' s·establi!itied rl3.tent POHo.Yi

together_~ith thedpte an4 manacr~f its adoption;

«1-) Then<lme., title, address/and telcphofie,rjilmUI'I" of. th~

off-ieer, responsible for' a61inistration of pntcnt and- Invent Leu

1l1ll.tters and II. description of stafi'~'ngin this area, including 1111

offices which·contrib"te to tihe o'r garriaati ont s patent r.lllnageme.tit

cOlI,abilities;

(4) Adesctipt~oll of theor::;anization' 6- procedures for

identifying and reporting inventio.11.l and II. d(!scriptiou of the pro

cedures for evaluation of such inventions for il1clu~i.onin thn

Cl'ganizaHcn's promotional' program;

(5) A copy of, t he eg r eemcnt. ~igned by emp.l.oyce s eng ag ed in

z-eae arch and deve1opmeflt,_ indicating -their obligation in regard'

to j.nven t Lone conceived cr for tllcfir-s,t timo r-educed- to pI'.:Ictiec

ill the C,)UfSC of. thcirasdt;ncd duties;
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Cd) A' conveyeece , reqgest:e:d,pql.'suant' to-Bect-i.ons- ,1II,('b) 'or- <c.o). .of
this-Agreement;. 'shall be made by deliver,ing to the Agency, duLy ex:"
ecutedinstrum:nts, {prepared by the- A~enc;y.)' and euch- othe r pape ra as
are deemed nece s aary to vest in the Government the-entire-rigl).,t.;
title, and'inter'estto, enable the-Government,-tb"spply,- for' and pccse
cutepl1t-ent"applic~donscovering. the Lnven t i.on in this or the for:eigri.,
count,ry, respectively j or' otberwi.eet es t eb Li.eh its ocne r-shLp of such
inverifi6n~

IV. Minimuin Righ.-t::s Acquired bt the GOvernment

(a) With respect to each Subject Invention to whi,ch the Ing,ti..;
tution retains 'pdncipa,lor exclusive- rights, tneTnstitution:

(1) her-eby grants to the Gove':i:nmen:t, of- thlli,t!nited,S canes a
ncnexc.tue ive , nontrans-ferable', paid"'up,l1cense to' make,
use,and sell each Subject Invention thtQugnout the
WOrld by'or on behalf of the, Government -of the Unit sd:
st.eeee (including any Government agertc.y}. and B'ta t e'evand
domestic,munidp~l gcverneencs., unless, 'the Agency:
de-termine:s8.fter the .invanti on has be'em, identified- that
it, would riot be in the pu'bli,cintere:stto acquire> the
license for S:U,tes end: Mufest,ic, muli.ic'ip.lllgover.nate.nts;
and

(4) agree:s-to' gr:ant to: responsible applicants,-. upon: request
of' the Agency, a license on terms that,- are reasonable
under,' ebe. Circumstances;

(.i) unless the In(i-ti'tutioil',its', licensee," or its
aee.i.gnee c.odemonetcatee to- the Government that
effective steps- have been' taken within three year.s ,
after a patent iS9~,es on - such: invent,ion to bring,
the invent Ion. to- the- point of practical
avpficat'ion,ot tha-t, the.. invention has been inade
'available for licensingI,"oyalty-freeor on: terms
that are .reaeoeeb l,e in thecircUinstances or can
snow"cau'Mwhy the principal or'elCclusiveright's
sncuLd tie re tzaLned for a fu.r t he r f pe r Lcd of time;
or

(ii) to r the extent: tb at;: the 'invention is_required. for
public use by gcve rnmeu t a L xe gu Lat i ons or asmsy
be necessary to fulfiUpublic health or- safe_ty_
needa, or for other public purpcaes. stipulated in
the applicable cont reot ,

(b) Nothing contained in this section shall be deemed to gr-ant to
the Government any rd'gh t.a with respect to any Lcvenc.Ien-ceber. than a
Slibject Invention.



(10) A, list of subaidi<l,l''}' or. affil-iatcorgatii?afioTls, '~'hi¢h

~o~ld be, covered :by an' agreement eLgned- by, the o.cgeut aa clon;

(11) If theorganiza.tionis a eub.sdd.Lar y or affiliateor·ganiza-

tion, the name of the other organization auda descr.Ipedcu of the

relationship;

(12) The amouu¥ of Government support for, research and

dcvekcpraen t; activities currently being, admin i s t ar ed ,by the organization,

giving Government agency and breakdown;

(1.4) A statement of' thuorganization' spolici"'8 ~ith r espec t Yo the

sliariflg, of roy"'ll;:ies with eepIo yees; and

'(15) Adescdptionof the us e s made of any net Lnccme ttencr"tcd

by t.he o r-ga nl z at.i ont e pct.en t; manar,ement pccgr a-a,

(b) Cdtcria for evaluation of a t'echnol{l~.y e r.anercr !'2.'.?E::'::~

Before an Lns t Lt.u t Loua I Patent Agr eemcn t is entered In rc ..·ith

a nonprofit cr-g antaa tton, the org<>.niz;;:t~(Jn shall have a technology

t r anefe r pz-og r azn \m. lch , as a rrri utrrrurn. shall include:

(,1) 1,[1 e£L1bl:b;h~d patent policy IJ:iicb i~ c(l[1sis(;(,ut with t he

policy in H-9.107-3 and is ~d:ninistcrcd on a continuous basis bran

officer ot orgal,ization responsible to thnor ganiea tlon;

(2) Agr.ecmellts llith employees r eqc-ir i ng thern to nS(lign to lhtl

organization or its deu i gnee or the g9vJ::rnment .:JnY,inventi-on conceived

or, fiTs.t actually reduced tc. practice by them in t ha course (If c r.

uadcr-: C;-~vc"micllt contracts and nI~.:Jrdso r as sur.aac e. t·hat euch agrpc-

ments a r evob ca i.ncd prior to the assignmcLl,t of per sonnc), to Govern~ent-

suppo r t cd r csc arch-nnd ·dcvc-!0l":lcnt puo j cc t s;



VI. Filing of pom:estic:Patertt.AlfRri~a:t;:io~6:

(ii) with re's.pett-toeach- S.ubjec::ttnv~llt:iQniil-whi'chtft~:lns-ti·"

t.ut.Lon elects toret.ain domelilticrights pursu,an,tto.S'ect;iot'l"lU(aJ of-
this Agreement:,-the Institution-shall- have. a'dom~"S·ttc::patertt-,-ap:pli"

cation', fii.-edwithin 'six .monrhs ,after 'an'ei-ect,ion'h,:l.s" been- ,'mad-a
pursl,l.8.nttl;' _S'ection-l11(a) of this- Agteement Drs-uch-' longe.l'peri.od as
may be appr'oved in writing·' by the Age-o'cy.

(b)
filed. by
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::."or· each Su,bject-.lnv6Ifti6n< on: miich,a. pa:tentapplic'4d on is'
or on behalf'oi-the- Inst-itu,tio'n) _the Irtsiti-tu.c'ion',shal-l.:

(i) W'ithin: six, months' .af.ter- 'si.t<:h' fihng','oI:,w,ithi'o six
mouths- ,af~ersubmission, oftheinvent;iQR<:disclosut.e: if,
thepiltent appliccado.nwas .,£iLe~' p,1:'-ior-,>t():tha,co~tr.att.
del.~ver-to,;:the Agency (A» <lCopy,' Qf; the, app;lic'a~ipnas

filed:,' including the,fil.ing'd:a,t,e and's~r-i8lfi\l.mber:_('B)

a,·copy of 81,1 09.ssignment-~r,pn\ t.he inven:to-r::orinventors
to ,the':lnst-Ltution 'ofalt .rig~h ,tLt--Le'.ar\d·inte~esJi in
the inventionpro'perlY'reQ~rded"in t~e'Uni,:t,~4:$.ta7ea
aeeeee 'and .T.r,adema~k,Offi.c,e-j'"al:ld~ (C:):::a",do:,1y: exe-cuted: (Itld·
appecved instrument" OR· ·the,formsp'ecifie~'i-n· E'xtti1J;i,t A

'<Jhich is attached he,ret"o,and:'niade's."part'ht),te-o'fi

(if) include -,' the fa Howins; stat-etnent, ,appropt.l.ately, " .
completed. -in the, second', pa'ragraph 'of.- tne,'",sp,ec-i·ficati6rt
of ,thl'! app licati:onand' anYPi9:t~I'lts'isst.If~'4,on','1:'he"SubJe'ct
tnveuedon • liThe· Gover'nment hasrigl),ts i~:'tbis,invention
pu esuant to 'Contract(s,)" (or··Gra-nt(s})"No(;s:l'.
awar-ded. by, (ideni::i-fy -the Age;ncy:: or. Agencies)t"~;-----

(iii) nob less than thiny ·:da.-yshefot£l/ the·expi:rati'Qn of : th,e
r~s,~onse, pe'r i od' for,: an)' actio~required.by·<ti:le.-unit~(i

St;ates p.uent and Tr:a~ema.rk'Offic:e I; notify: the- Ag~n<:)' of
any, dec,isionnot to·continue·the pro·secutiol;\.of the
a.pp'lication·and',deH-ver·· 7o ,th:e 'Agency .e·x.ec~ted
i.ne.t.rumente granting.,the.Goverl'l.me~t'a:pl)wer-of'
attorney;

(iv) upon request ; full'y,advise,th'eAgen<;y cOl1cE!:tningal-l
act.ions: ta.ken:duringthe ;p~o8e<:ution:of ant'pa,t·ent
ap,plication .. and-' fur.nish oopies"'of: ·any:. r:-el~:vant· docunence
a,sreque,.s t.edj send

(y) p.rovi~e the Agency. with'a> c'opy..,of t-hepat;~n:i:: wit,bin ~'o'
mo;n,ths"aft:er- ap{l'tent: 'is.s:lJe·s on'th'e ap.pllc:at:ion-;,
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FEDEMLcaORDINATING COUNCIL FOR SCIEI:ICE,-ENGH?EERLNG:, AHDTECHNOLOGY
COMMIT?SE ON I~TELLECTU+~-PROPERTY AN~_INFO~~TION

JF~~~W~K~X~_l!~
~":'tUI~HM_~NlI:*~~'X

u.S;:C.EPA~TMEN::r OF'e6MM~cJt-euILOIN_G'
WASHIN.Qiol\l,D.C.-~

poe

E~OA

HEW
N.SF
AF
nSc
At'lny
ORR
NASA'
NSF
NBS.'

Memblill:!:'li'?lU;)*een1;

Rbber.-,,·pO:t'eat>.

The,'Chai:l;-m«n, brie!l.y.·· di,scuss,ed"the _agti;0rl~.·-takeh:-to"dat:a by
Messrs:,,' ,Latk~,:r: and,L'asken-i·n comp-~lirtqth'O..co~n-ts,_r;e'ce:.ive4
on the,proppsed' emendmentr, tio. theF:pR'I" an.:i· Mr·~La:$ke-n',' e
p:r::oposed.· revi_s:ions',_sugg"est~a. ,thereby,

Mr~, Latkernot.e'd an~ dfstrib::uted' themateria:ls-,,;SU1:;lInitte4 'bt
Mr·~, Dennysetting.-, fe:rth sU9'9'$S:ted -E,RDA waiver_ p~ocedul;'es- for
nonprofit. ins_titutions,havin9'_a, patent· mana,gem~mt< oapability,,~
Mr. Latke~also;advisedthat Mr. HendersQnind~oatedD0DwoUld

prObablY agree-to accept,any-list,ofins~itut~Qn~approved:by

the- interagencygro_up.•

Mr:~ .. KemPf".a,s:!<e.d . if '" the,- pr:oposed al;llen,Q..,'1'tent'to" the .. 'FP"f-d,over~ng,
n,?nprqfit- ins·t,it1J.tions-would de:viat¢_wi-th}:;r:e'spact-:, to:rapoxt.tng'
and .other' pxccedures set. ... fortJ:t', in' t.'te,lJas-J,.o, shor-tform patent
rights. cl(luse~,of ,the FPR~ Hr~ Lasken;suqgested. that-_th:e
short tormolauses: of the:' FPR 'oe npdifted,- tcr -acco!lln'loo.ata' the':
chilng~smade to,the clause$'fQr"us~,u,nde-r,the: I-PA_~,'s;. _ I:t-was
t.he .coneenauscof .the, taak;'_ for,ce. t-hat.: any,· _deviiit-ions:' would,
also· be. recol1\mended, for the sho,r-t fp,tm· oj.auae of .the, FPR' to
assu~e,the;desi~ed:uniformity~

GeheJ:::al,

Minutes;of-Mel3'tipq:. ~ Feb)::ua.ry:l+·,1977·

The me:et'i'I19' convened at 9:30'~.m·. i;liRoom 33'86£ .tlle l~ati_ciitill,

Science'Foundation:, 1800 Gstre_E;!t"N.W~j_washington, D.•- C.

Attendees
Mambers·Pres~nt.

Horman' J"~ La·t;ke.r-,. Ghait:mlil.n
Jel;>$eLilskElt:l
Mar~in S.Pqstma~

Frank LUkas:4:
LIC- H.M.Hougen
A. :E:;l<WitnieJ:ik·i
R01:ler-t;: KeXiip£
John:: H •. -Rauliit.Eiohek;
EugeuesPawl-ikowl:>ki'

E~eoutiYe;Sec~~ta~~presenb
O. A. Neum".,nn-, -



u.~~ .. i'tutiori)

.;it-ion.)
actl.ia,l-lr 'reduced" to prac,ti¢e in the- coUrseo£. or, under, this
coeceacu ,(ber'einaf'eer"refer-r,ed '. to, "as, '-Subj~ct I nvention.{·s~,n

and., sub j ec t. to (b),,'bel'ow; to ass,i.~ "all-l'ight, title, and
Lneeresc. In and: to: such InventLon. to ~7'i':::""::::-,,",::::'r---

- i'l' ....~ \
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0'['- i1:4li desig~.e.

(b) At·,,'the ti~ the Contr~ctor:i:'e.portsanyi'Subject-I-nventionHto_
-,,.,.,,,,,,,,,.,. ,,,, ,,,, .,..__,,' tl:ie- COn.tree,tor I. at its oPtioTl'>' may. also

(In:st.it.j)-t.i~n:5
repor~t~e:irt'ltehtion:::too-the "agency..wi-th,,"whic,h,th~,Ins t it:utio'n
hold_$.-;,ttre,'·-prim~"_oont:rac-t'-and·"re;quel;lt:',that, the, agency ,make,,'a
de-t.E!r.:m..i:nat:ion,whetb:~l': and on what teccrs: the ccntr.ac tor ma.y
retaihppcinc:i.palrigbt:s_ in the invent;i.-on, in lieu of assigning
tteo ,:., ,'.,"".' ~ Buch. !ieUt;min.~td.:()ns' by"the

<4ns,ttt'litiQnJ:
a~n~y slratl'-',: b~· in·' accO'r~(fan¢e'w~,t<\l·,th~,Pl'tici:e9 and: Ph':o.
Cf!'dl.tveS'-.of:,P,apt·, b9'or' the-" hdera·1 ,F1:-Pturami!nt' "Regul-atiQrte
a:nd/-o.t'.app-li::e:~b'l.~: 4g~ncy, N'&lJ,lation$. _Such &~~t-miilation,g

shll'let.::.'be' fin-d·, ort.~tlftlte·'Cont;t'aetqr,an4'_,...""""'"""""""
<lris.:d:t:Ution)

pt-pv·t.de4 th',at'COrit-ract01:',:may' ele6t,n-ot~to accepc the> Ag.eno-y
det,erilii'na'i;:j,Otl.i and",iri$t~e;ad,: as'sign; ail right ; ti'-tlej",and
i-n~~e~st,;tn"theinvent,ii9ntc. ox its

(a)" The:«ont~actor hereby

lrn;r,1].,'ut:it)'aT

or" its
.~~~.~~~ti~t-io~tl>

und-etc·t-h:,i's(_clau.M,and-: to':"en:able th:e .,.,_""~.,...

(In:sti

dY:tSi.g{\Q~i'

(e:) lit' add:iiti'o:n'; ,tbe:,C(i,ntraet'o.r,'agr-e-es·:'to fu:rnish',·'the,.followi'ng
mat6riii,l';s:,.-.di-solo,suv-e,s,' and' repoeess

fi)"',uih,n,: reql,le8t~, sUQh dlily exeeubed insCt-,ilmetits.
(;p~ep.a:x:-ed;by- 'th'e-. . or, its 4esignee-) and' such

- hnBj~,i.t.o.t'i'onr

other· pape,ra as' Iltr:s, deemed: neces&a.ry.to vesu. in: the
....,.,.,c:-"",....""....,~--- or .. its dee Lgaee. ttha, righcs·granted

{:Tn"j;,J \

('iiJ, ~~iot'-i·.to, fi-nal:.set:,t'lement:,:.\)f<titL:s.·. conera'ob J _.a.final
r~r.e":,\t&~h$'ial:l;Sutd:e'c:t.. lnvent'i9ns: -or·.c-er-tif~~ng. that' no
iilV~n~iofl$- ~WE~:['e 'i (!,(tnc-eive4.,or. Hea t> ,8Cttl:a1;l,y ·re,lhtced-;· to
Pl'.flcti~'~e", iJP,d:e1!,' ·'tlle,;oont::~aet'.
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DOC'

AF'SC'
E'RDA
NASA·

.'

HEW
NSF
NBS
l'ISF
ONR
Army
AF
AF {BAF:B}

UNIVERSITY AD' HOC TASK. FORCE

Tna Task Force completed: its r~viewof tbe'comment~ and revised
~~e proppeed_amen~ent'totne,FPRaa' approp~iate.

W"'SHIN...TOk;.D.<;;., enec

Minutes of Meeting-February 23', 1977

The. mee,ting convened at 9 ::30 'a.sm, Ln Room, 321 of the National
Science-~oundation, 1800G street, N.W., Washingto~, D. c.

Attende'es
-Memse~s Present

NormanJ. Latker, Chairman
Jesse Lasken
Eugene· Pawlikowski
John Raub~tschek

Robert Crawford for A.F. Kwitnieski
LTC H.M. Hougen
Thomas' Kundert
Capt. .robn or-, 8artusc

'E)ce:cll.ltive_ s~cre't;~'rx present
o.• A. Neumann

Memb:er-s A}jsent:
Fra'nk Lukasi-k
Rober:t PQte~t

Robert· Kempf

~o~t.J

The TaSK· Force cantinu'eo. Lcs: page.,.by-page review. of, the proposeCl'
amendfuent~o theFPR,c6nc~rri~ng,Institutional Patent Agpeemants.•

The, '6""month period' for· reporti-nguncler .subparagraph' ·V•..(a').·{,il
[·pa9'~ 30.] was discusse,d;a't 1ang~h. All agreed' tha,t this period
w:asin practice to:o~short. It WaS sugges-ted fi-r'st t-hat t1'l.e
wordi:;,IJ'i?romptly but, in any event irrunediately upon,"' replace .Ehe
,speeifiClt'irne. period'. The Chai'rman. aoeed-. t'hat· this- was a:
sugq:ested change' to the Subcommittee, on Intellectual property
andtbataqenc±es wa~e notto'be bound by it.

The Executive Secretary, distributed the,minutes:of the, February 4,
19-7-7 m~eting. .

'REVIEW9FTHE FPR'~NPME*T
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IX. Administl:,ation of Inventions:·,in Which the Institution Elects to
Ret'ain Rights

(a) The Institut-ionshall administel:' those Subject Inventions to
which it e Lac t a vto retain title in the public interest-and shall, ex
cept as -pr'ov'i.ded in subsection (b)l below, make .them available through
licensing on ancinexclusive; royalty-free or reasonable royalty basis
to all qualified applicants.

(b) The Institution :'may .Hcense a Subject Invention on. antex-
c Ius i.ve basis if it determines that: an ex-elusive licenseisrequl.red
in the. publie interest because it is necessary as an incentive for
development of the invention or because market conditions are such as
to require .Hcens Ingron an exclusive basis in order to bring the
invention 'to- the point of practical application,~ Any exc Lus-i.ve
license issued by the Inst-itution under a U.S. patent, or patent
application shall bafor a limited period of time andcsucb period
shall not, unless otherwise app coved by .tne Agency, exceed: rive years
from the date of the 'fir5t commercial sale or use in the United States
of America: of a .p.roduc t; or process embodying- the invention, or eight
yearsf.rom,,-the' date of the exclusive Li-cense excepting that time
befo~e-regul~tory•agencies necessary to obtain premarket clearance,
whichever occurs first. Such,licenseshallalso, provide, that the
Hceneee teheLl, usa all raasonab Ie.vef Eorc to effect introduction into
the commercial mar1(et .us soon aacpr act-Lcab Ie , consistent with sound
and reasonable bue i.nees practices and judgment. Any extension of the
maxdmurn-per-i.od ofeKclusivity -shall be scbj ec e to-approval of, the
Agency. Upon expiration of the period,o£exclusivity or anY'e~tension

thereof, licen'sesshal1 be offered' to al.L qualified applicants at a
reasonable royalty rate not in excess of the exclusive license royalty
rate,

(c) ROY,a:lti,es,shall not normally be in' excess of-a-eceptedtr·ade
p,ractice., Thelristit,-\1tion also agrees. that no royalties shalt-be
paya.ble by' it's Li.cens ees or <sublicensees with respect to any Subj ect;
Invention in<prbcu~emeTi.ts for or on behalf of the Gove~nment and to so
provide in any instrument transferring rights to any party in any
Subject Invention.

(do) Toe b<ilanceof the royalty, Inccee- after paym,ent of:,expenses;
including~payment8 to'inventors, incidental to the,administration- of
all invcn,tiOl15' assig,ned co- it ..pursuant to the -prcvfe Ions of- this
Ag.reemEmtl shall he,u.tiHzed·for· thesu,pport of:edu_cation or research •.
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"'pY,,, ........ ~O.... NO. "0
~UI..<' 1973 £O'Y'ON
,,~.. ~P"R '4' eM' '0'.".<1

Enclosed for your review is a revdsed draft of the proposed, FPR
amendments based on our meetings of February 4 and 23, 1977. If you
find any typographical errors please let me know so that these can be
corrected. Any substantive comments that might require additional
meetings to resolve should be addressed to Norm Latker.

MAR 11977

PATENTBRANCH, OGe
CHEW

DATE: FEB 28 ';917Force

BuyUS; Si:llIitlg;J BOllds Rlg!II'1rlyon the Payroll SallingsPla.'1

It is my, understanding that Norm is to deter-mine whether we should
also prepare other, FPR changes to bring the "Short Form" clauses in line
with the proposed language in the IPA. Assuming this is to be done~ I
would be prepared to submit a draft to the Task Force for consideration
at another meeting. I have done a preliminary draft, and it would bea
relatively 'easy task to complete a draft.

Distribution:
Norman J. Latker~

Martin'S. Postman
H. M. Hougen
A. F. Kwitnieski
Robert Kempf
JohnR.,_ Raubitschek
Eugene Pawlikowski
O. A. Neumann
Robert. Poteat

:::~..~::;;t~~.
Revised Draft ~::PRS

UNITED ·STATES· GOVERNMENT

Memorandum

·l~. · · ·"!
r..,..,,~

FROM

SllBJJ:i:CT:

TO
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Xil'-'; T~~min~tio~.

Th is Agreement may; be. 't~rnti:na t ed ' by. eit·ltei:-'P4rtyc fi;ir' e:ofiye:niance
upon ',thirty:days:wri.ttennotic:e'.nispos iti;on,of- rig,~t'8.iniand,
admini"st-ntion'of .Invenc i cne .made. .cnder contra¢bs,~ubje.ct-,.til,: tili'$:
Agreement' \4111, not, be;.af.fect-ed",by" such a terminat:ij)".i', .excepr> th"a't in,_
the .evecc. the Gov-ermnent"terminate,S this %r.'ee'lll,en,t.. beeeuse. of,a'
failure or refus-al by the InstitU',t-ion to complY\'"(.IHh-any:;'0£ it·s
oblig~tions .under' sec't i-ona ,Y(-al,. VI., IX,and X·;of this Agre:ernent.~b,e

Agency, has thedght ,to: re.quire.th:at the: Inst:i,t,udon-,' B'(jntire' r,i.gbeb'1
title

"
andint-erest in and-to ",the.pa.r-ti,eular~invent·ion' wi_th;reapec,t',tl1'

which, the breach' occueeed be. as signe4 , t-o: the- Uni':t_ed- Sta:tes" of-Ail):e,r-L-e8;
as repeeeented-by, the Agency.

-g-. Communi-c8:~i()ns,! 2.1-
Requeaba- __ fOt: AMo¢Y __ appr-ov4,l~i e~tensi~)n·~;". Ql' siQl,ilat'_'acti-on$,a~'d;

other. corr.esp:ondencerequiredby, -Uris Ag-f:eementsho\,ll~ be' addreS)Jed', to
"",,...,...,==-,=-,.,,.-:;-,.,...,,====-::i0 ExceP.t·whe~e:;specitic,dl)':

providedotheb~isei~ th:LsAgre:elDent'. dte, _, ___ __ ___or, h'is;
des-igrtee:shall,Bcta,s .the'P9int -of 81,1t.had-ty w.Hh~in"t:h~"~en-cy ec
grant such" <wprovals.,., ~t;:ensions, o-r take- sU'ch,obh'e:r,'Agent>}t aet,{ollS, 4:8
maybe authorized: in: this,-,'Agreem.en-eo

I~ -W1!I'NE'SS;WHERE()l~\ eacb;:of the patlt:ie-:s he_re-t.ohtl$~-executied;this
Agreement- .ee. of the dAy'_and year' be'tow",

UNI-TED':- srsrss OF-AME'-R1GA

By
TltTe
Date:-

(Corporate Seal)
·---:-ffhs't1. tu_t'1.~Q'ii)'

~~.~:;;~..~~~~=======:=
CERTIF.I0ATE

I, , .certify-that I am the
of the Inst'tbJUon named above; t-hat whc
this Agr-eement on, behel.f- of said In9titudo'n is

.··.sfg~~
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agreement set forth in p,]raF;ra.~h(c)(2) of this section (and appropriately

completed as indicated in the numbered notes ,appearinR afce r. the

Agreement) shall be used. Changes in thea~reement should be kept

to a minimum and should be limited to changes dictated by statutes

applicable to, the age~cy or by epecdal administrative needs. In any

event, agreem~nts should include at least the following features:

(A) A requirement for the prompt reporting 0 f all inventions.

to the applicable agency along with an election of rights;

(B) Re serva tion of all righ~s specified in 1..9.107-3(e)-(h);

(C) A requirement that the i ne tttution make such inventions

avaUableona nonexclusive: beete-except where the de at r'ed practical

or commercial application has not been.acbteved or is. not likely to-be

expeditiously-achieved'through such licensing;

CD) A condition limiting any exclusive Lfcenaa to's period not

8ub-&tant-ialty" greater than ueces eery to providetbe incentive for

. bringing, the Invenedcn. to the point o,f pnetic'a.! (lir- commercial

appH,estion,and-_ to- pe-mit the licensee- t-o- recoup its" costs and a

reaBOnable pr~fit'there(lin;

(t) .A re$tri~tionthat royalty charges be' limited to· what is

rea'sonllble under, tbe-cd'rcuaeaaacea- or within the i~dil,st,ry' involved,'.

32-635 0 - 78 _ 53
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The Government is hereby:gr,tmte:d:a~ Lerevocebkei.pcvee to inspect
and make copies of-the ·above,..idencifie,d:patent·: application,..

Signed this. ,,' day of '. 19.'..,-.

"(Yilita.:tut10nJ

(Signature)

{ptint' or "type :name}

(Offi"¢ial title)

CERTIFICATE

~
I j ,'""," ,,' " .;cerdfy that lam ~-he.~ofthe:itlsti:tutiob
named as" licensor herein; that • wbosign~d this
License onbe:half of the Institutiori is . . of.
said fns t i.tu ion-; andsthe t :l3:a.id License was duly s¥gned fqran· i.n
beha Lf of sa dlnstitution-by authoritY' o~ itsgoverning.body,"- and is
wi.thin thes ope ,0£ its corporate pove ra ,

(Signatu,r-e:)
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INSTlTUTIO~AL,' ·Pl\1EN'r",'ACREEi1ENT'

This:. Agre:e,m~nt,.is}11.3'de end. ent,e·red 'int().'hY.,.i1nd,,-batween the
Untto'.d,States .. -ofAmericaas ,rapl:'esented- b)',the _" , , 11.
herel'llof\:'er 'soUietr:imes, referred,::tOaEl··-thetl'A~_eMy.l1 .and " " , ' " -
_______,..~ •• ,hereinafter. r,eferred to' as tbe "IMl:1.t-utiop',,'U"

lIITNESSETIl:

WHEREAS,i.n, accordance with the,P.res:idE!~t1s" Memor,a-rt~tun·and
State~ent. ~f(;~vernmen~ Pa_t~t\tPol~cy deued. A.Ug~st 23,,19,7" •. and
the-, p:to.vi,Sions" 0'£, 41' CFR,1...9,.107-4(a),(6Jj_. it: has been. dete:rrnined,\by
the- 4a~ncy, tpat;,. the- Institut:iul:'l:_ has- a-t-echnq16gy> tra~sfe:t:-program

meeting.· theer:!,'tel;b, of 41,CFR-,1-9.'lD9,,·Q in, that the lnst<ftu-#,i()n's
pat:Qntl-:polic:'Y: as' sen. fort·hin' 2r aad its
tec,hnqlogy.'tral\sf-er' -Ptac.1:ice.s, have ,been,' r;evlewed' and'foUnd:
acC,e,p,.t.ap'J:~;; and-

WH~REASt; the ~n.st1~ut:ion.::is <a~'S:i,';D.,n~,~of-;'ent'~rit1!r,i-n't()',an,;

agt'.eement'wh~rreby, tt:.may r.et~in·the'&ntil'&;',r.ight;"_lj,tl~:~-:alU:l,·
inte·~st h1,andadnlinister' i:r:ive·titipns~ma\d:e.in: tli'e:-cout"se;'ot,or
~d.er. -.l'lrs:ee:,rch.::su~o,r,ted:by,tlie' -Ag~-ncy-. 0' subje'Gtc to ceee•.itt,;
r'ghts-. a:C'quieedi:by· the"Gove rtUmt:.ut':
NOW~:.;Tl;lmF()RE-; -iil,' cb-nsid~t'ad:()n,of-.tlJ. fot-eg9'i-ng:(:.,tn~::par',ti1as"l'ie·:r;,eto
ag1:~' .a,$" follow'S';,

1'.. S,t-ope oE-"Atre¢nl:e'nt:,

T1H s',Agre1i~ent. de'£ines·th~ -_ rig~ti3oi; the, ~;1.:~t,~'S,::het8to
r-tl:g-31!ding .th1.l; a11~capion ..of -right,S! -' in:~ubject.lnve-ntionff·. repo-r.te;~·.

aitei'· the date: of .th:i-S, A-gret'tmenl anti' made und:er coritracts.
ente ]:"edi into .wl th. the Agency,.·. including- coneeaces- ente'red-'·into'
prior.'to. this' Agreement, except· e-ontracts spe:ciftca·Ur ,e~:Cludt:td

bytht)"Ag.e~eY·2t1:/

II, DefhtUic:ns

(;0.) uSublec,t,Inv~nt'1l)n;u'1l\etins any inv,ent'lon .ee diScov,cn'Y-' of" the
Ins·ttt·uHQu ccncedved or· first actually, reduced to P-rD.ccl<:ein. tha
cou'rsa of' or under a, cont:roct, with the Agenc-y.:; ami' lne-lu'des, any, art,
method,. procEls:$i, mae-hlno" \l13,nu{actucr0J._' dcsign"""o~' .. compos,i,tioo. of· m,il-ttel"t



4. Ad~· a new section §l-9do9...,r asfollowGl

§1-9.109-7 Negotiation,' of Ins t i.tut.Lone l. Patent' Agreements
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(1) A' copy of its Articles of Ittc<lrpontion;

<iii) A statement' indicating, cce. SQurce',ofthe
institution'sfuitds;

(ii,).. A at.at eeenu of the ins t-i,tution ' s puepose and
aims;::,and-

(1). General- information ccnce.rnLng th¢ 'instlt-ution.

Information to,be :.submitte4 bynonRroHt:orgll,niz~ti:pn., A
organii':ation -desir1-ug .to enter·,·into an.Lns t i tuti-icna.l P,atent
shaH provide the agency with the "following infol:tilation':

(2) A copy of the or.ganii2lation l s establishedp$'.tent
po1icy. together with the date and· manner of itsad~pei~ai

(3) 'l'he name'iticle. addr-eaa., ",an,d" tele}):h6n:e, nuinber, .of the
officer respol1sib~e for, administration ofp!1tent, and'inv,entionmaJ;]:eirs
and a descr~,p_tion of se-affing in this ar-ea, including ,aU. oHice:s
whichcont,dbute to- the, org;anizaeion,' spat.'encmanag'ement<
c,apabilhies;

inchiding::

(a)
nonprofit
Agreement

(4.) A descr-lp cdoe of the- org4nizat-iorilsproce~ures-f-or

identi:fying. and reporting inventions and a descdp:t~onofthe

pt-ccedures . for eV,alullCion of such inventions fer- i-nclu$i<>~intM

organi:l:ationl,s, promotional p,rograou .
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(b)' .. The Insti't,iJt~"n;,ae;-t-ee5, tiF-eonY_e:y:~'t", th-e: G")l1ernmatt't'~ up~n

reqaesc, the "entire domQ:titic:,,'f.i~ht.,_title;and int~t:'estin -31\y Sub,..
Jectl In,,eutio'l1·, vheu, ebe.. Ini:;t:i;t:ut'i.:m:-

Hr-~doe,s .no~_ ele,ct under· $'fic'!:.iott ,-: :IlJ:{a)::' t:~, 't~ta-i",:_ e, l!qJ\"
r;ig}j~s -;,;ot",

Hi}- fai-lstolbv'':'- i,·United': St<ltest>at~tlt:Ao,'pHc:ation.
fit'cd' on th(!inve:~t,i"n, iriaecoL'dane·:e::'·W'ith;: 'se'c,t:ion"
VI (i:.), <';~ ~ cc.Ides. ril),t: to:coilti;ml:e proseeuc:i;"rt-o:f's,ue,h
applit:ation;t'o,.r- '

(-iU)' at:,.-arty, t-im'e"no,'l~ngE!,r..de'&iJ::'e.s t,o,retiai.n: t:ith'~

. , _ (j,,), Tha': 11lS,t'itutiOQ Jgre;es-'-to',c,;nvey"t,'o; t'he Co_v:er-niri~'n:t;~,upon

r~ql$eet;:" .the"-entire,t'ight.,, .tit,:l.e.3tld. -.int'er,est in' a;ny', subje;ot,'lnv-Ell\t,io,1l,'
iaany f~reig~~co~~t~y,whe~;th~In~t~tutio.n{

U>, d~~s.. n;)t e:tee,.t utll:1e.r{S~etip:n' !tIC'sl: tii::t,et.'4in',s"ue:h.'
r';it;l1e'&', i'1J;, tli.¢ eQun.tpy'j"or, .

(;1:>: . faiel s,/,t:i,tW""v'-e' a: p.atene '3p'?11e.a:t~,:)n'fi1'ed."l,~",:.thc.'_.~otiotty"
QUi the;' i-nventi"':~f·'in·.3ccO,:r4~nce,Yith, '13'ee ti"I\,,:' V,Lt ( a;)},:::e:~cepe,
tha,t~ i:f_ .en -.apt:!.1 Ie!rq ;'O'(l:·ha5--1;I eee .fqe.d:- .in. a~~ J,,'~,a~';;'\l;:C'O~l:1t'f.y,

fl'ftef,·tbe:, time:s.,· s,t'ed, tied" ,~~ ..S:,e.cd.<1n:Y:C-l(;ll.'b~t:,-p,L':i\)t, l:i)"
$ueh',r:eqlJe',~t,b;y, t<lie;:'Governm~nt" .t·h£! In·'S,t:h,:uti.:on- sb <,l;H~reta ~:n,

t1ie'~,I\'t:,i~e':.dZ,bc:" .'.th'1~" and',:;itit,c:r:~'$~' in"t"b(!,'Sut':;i~e.~'t/
IilVJI~d.(Jll' i,[l', the., c.l)unt*y, ic~V-,O:tY~lfj:'. o.t

(iitt-.cfeeides. nllt't'il con tillue:' ,prQ's'i!cut,i:';,fi: o:f"sut; b,a~pMc_.~
tiOD::'.O~.t:O'::~4:)",··.any ~aintenanCle;·~e\!'s"c'ov-,erin,.~,.t,tie.:,invat:\ti().n:.
To';.avoi'~·: '. tot, f.~it.use- c f· •t he .p:ateu t,c apP,lie'it't'i'9U -c>: p.a_t.~nt',:

the .ItHJ~itut-io.n: .shall, no,ei·fy.·. the'.Ag,ancy, ·uo~"less"'~Q~t!" si:::(t;y
(6'O}:days, b',eforE!.',.t:'he,'e:<phatJun,'l'~:ri.od':;i"r': ally<,·q.ct~on':r.8'"

qu.fr.ed,~' by, 'th~'" fClreig.Rpatent,o.ffi;c::~ ..

(',dl A: ~Qnv.ey'apae:~ .'~e.ql:;e st:~d':' put-s'uarit-to'S,ect:{onsc ,II"ft!>-,},:,,'!', Tel"
oft:b1S.' Agr:e'em~nt',sbultbe"1lI.ade.bY,d eliv,edug:to the A~ene,y'd.-u!-:y
~,ec,uted: ihst,tUll\ents; (-pr~pa:r,ed, by the G\)var·nm.entl,~nd's~ie:ho)th.(l't:
p.a.p:e~8_ ee . ac:e' deenr~d, nece;\Osar--y,tp',v,est-in: the,',-C-ovenutleut' 't~j!' el.tl'l'e
r-ia.bt..ti.tl'e,,: ,..and, iu,ter:es,t' e':l e,nab1e the 'Covec>um,ant:t,,"a.pp,lY,·fl)(', :mel:.
pfQ-&er:.u~e Plit'etttapp li:cati"n~QPv,:erin,g:the,.inven-tioJ~'In. t·o;".I),r:t.htt,
f(u'eig'n- eoun.try•.. res:p,eo;::tivf:!ly"",c:. othe-(wis,c..e;l;O:tll.b;l·isli:. it:::J'Q~E;C:;lhi.p"
of:·:ov:eb ·ihventioJI,;



1914

(b) Criteria for evaluation-of a teenno!ogy transfer program.

and
the

(4) Procedures for invention eveIua ti.on; and

(3r. Ptocedures for prompt invention iden'tification
disclosure to the of.fLcer. or organization administer-ing
policy of the institution;

timely
patent

Before an Institutiona! Patent Agreement is entered into ~ith a,non
profit organization; the organization shall have a techno!ogy transfer
program~hith. asaminimu~shall include:

(1) An ,established patent policy which~is consist-ent ....ith
the policy in §l....9·.L07 ....3an~,is adstind s t.e r ed on acoIlt~nuou.5 bas.La by
an offLce.r or organization responsible to the org.anizacion,. ",I-, ,

e·J~<-
(2), Agr.~ements:witll,employee_sriaquidu$.them, to ess Ign. to '

the organization,~ its designee or the:Government any, inventionc~n-
ce Lved or first ac~a11y reduced to practice'~m,in the: course of
or ,under, Go"ernmentcontraetsand awands ce reseceecce .tbat; such agree
ments are obtained prior to the assignment of personnel to Go'vernment--
suppor-tedvreseer ch: and development pro ject.e.;

(10) A list of subsidiary or af iliata organizations, Which
would be covered by an agreem~nt signed y th~ ~rganiz~tion;

(11) If the organiZation is a subsidiary or affiliate organi
zation, the name of the other organization and a description of the

relationship; .~.,:.... ',.' .. ' .,'. /I /.fl • ...-/l--- . (., ,-;<4. Ie:::~-<_ Yrzr-::::3
(12) The amount of - -nt sllpportl(for research and

development activities currently beingadmin;st.ered by the organiza
tion~ gi,v j ng C1 . ?e.{~t#r,./8fn:/- ?pdbreekdpwo·

(13) A statement of. the organization's P9iicies with respect
tathe sharing of royalties with, employees; and

(14) A,description of the uses made of any ne ttLncome
generated by the organization's patent management p.rogram.

licensing
(5.) An active arid effe c t Lve

and ,~rke.ting;.of InvencLona ,
promotio~a~pro~ram for the



v~ Inveu~ion' Idelitific:.:1ti,on •. .DJ'se1osur,e::l:, "and R:ep,ort:'s

(alThe. Institudon:shaH. furnish th~ Ag'ency

(i) a"co:m.p~eletechriic:'al: dt ecl osuee for each,::So.pjeict
Invention;prOm?t-lyafter,:coIiceptioIl .0'1", £trstactua:l
Mduc,tio~,'to·,pra:cti,~e;, wboichever'occi.1rs'£i.r.$t In the
cours.e;of or: under, the: .conteact; ,but-'in'any.event
immedIately upon, anyon,s~~e., publf<::.use;,or.'Pub~icatio~of

the Invenci.on known to the In$t~tu,tion. The,Ais"":
closure- shal'l'identify che. contrac,t .:1I1d .inven~'Or.:1nd

. shall be ,liufficieutl'y ccmpl et e in, t~~,hnic~l d,et~i:l

and appr~pri3te1yil1ustr,.:1tedby sketch or, di'.:1gra~'

"to convey, to' one, skill,edin'the.:1rb to whic.~', the
invent.ion p~rtains- a'clear 'ul1d.e['st.:mdin~<o'fthe.na·t,ure'.
PlJr-:i'0,se"-',operatio:n:;·-and:'. to the' excent; known.- the,physioal.
chemical, biologica{ or',electdeJl' characteristic,s"of:the
inv~n~io~.~~ch·di$closureshallbefurnifrhaddice¢~ly
to: t:he Agenc.)' "in"additio,n: ta.·.my_,°t he r. re(jui-r ement .·.under-

" the: cont:r:ac-t·: for, the submLse'io n of progress 01" othe'l", _
rep.orts,alld wheth~r~ornot:,ee rerence to the S.ubjJict,Inv,entiQ(\
ha-.s::bce,n,'made~·in-any· such repo,r~liI'.

(ii,i) .' COiilpJ-ete '~Il'fO'l"rll:a-tion:' conce"inin~, the,d~.t.~ aud i<feotity. o·f
an,y,on's;:J,le •. p,ubH-c, Uli,e-) .0'(, p~blic:<1t~n':()ft:h~;iHv~:ntlon'

vltic'~:,ma":C()il&titute:a"5tatutoryb,]r'und'e~- 35'US~,102',
vlji:cb' w~.6.a:utho'r'~'Zed'·~y,'or k:mwlF to :"the ,In'$,ti.t·ut-i~n.or

any,·cout:e;mpl·ated"actbn, of·, t,fii:s: nature'.

('if0- A,',fin6:L r:eport.withi:n tli'r'e:e mont-hs afte,r.,ct:impletion-
IT!: ebe wQr,kundel'. ailyc~ntr,jct,,;lis,t-in~' all' SubJ:ect
.Iiiventi,oo,s:,.ot- eer1;if'ying~th,],t,th-E1'J::,~were; uc. s'\l.dh·io....en tions. 71

(b.) . The;·-Ihstit'tit·ton··. shallobfain,,'p3tent"a~teeme~t;:&,to- ,~ffcc,t.uate

tbe provisiQil$ D,!, thi.s. Agrecll\'eot, from '.111 per-sene , in:it:.'!'"empl~ywhQ·
per.fQc,m auy' p.:lI\t' of the wo-r,k urid~ r ,any":contr.:lCt ,~xc-nPt'nontechnical-
penonnel.. sucb'':ll;;',c:teric.~l' and manual..·la,bore·r,s. '

(c ) The, Ins titution' <l,grees ,,the;t-:the:,qove~nme,nt. m.ay,d:upH ca.~,~

and- diisclo~e'"Su:bj~~t It).vfi:nti,on>d~~,cloa1ire8' and,•.,sU:ble:ct-to:Se~tion XI:;
all"otlle'r.'"re,ppr63: and:, pa'pe:r.s,-fu:rtl,i's~e"d~l" req,uil:.ed';,to': be' , ,

fur.~..iS:he.d',PUl'.•.,u~nt' t,O,thi8',Agre.'emen~'l'NotWi.th.t'''d!"g; t1>~ Ag~ncy A
will--ta,ls,'e-rea,'sonable'ca'reto.-en;sure tha t S u'c'h' di.sc!osurcs:., are. nob- '\\
re:lea,·.ed",b'j,-the pU1:lltc.unle'ss,the kgen-eydeter-mines. a:iter " _~

consulta:tion::.W1.ththe: Ins'tibltioh'~ thatothe, proposed r:ele.&s4 wHl- .~'
notadY~r.9'~.'"!a'££'$QttheIlls4:it'litton~,s,-opportunity,to obta'lti"p.,tent' ~
prot~-etiot)·•.J '

(d}. 'tlii' InsUtution"sha,ll"noi" ba \r':,or .p r~hii:>it"publfC:atton•... of·
di selhsure II of, Subj~!rct:In'V,entlo:tl -on- whi ch-' p~tont:appU.c:atfon9', have
b"eil",'fl:le,j;l-~'



1. M<U:he floHowing sl.\bSeCtion (~) toe tl-9.IG7-4(ah

(~) In acCllt:dance with the exceptional: circumstances' 1<Ulguageeof
n-9.107-3(a) and/or e the special situations lang~age of §l-9.1Q7-3(cl,
agenoies,:may, ent:er into, Instj.tu~ion:alPa~t' Agr~rrents,as;, set'fOrth
in §1~9,.~07...'6(cH2)'with", oonprofit ·o~ganizations having,_, ,,) te,chnolO9Y, .
transfer program rreeting the criteria of 1l-9.109-7(b). Socheag_~

ments:pI:'ov'id~-the: orqa.nbation the· right-tx:r,-re-tain, the' entire- -r:i.9ht l

title' and :'interes:t·,irt.inventions: lM.oein th~,'cq.tJr'se:_of,,or.: Utdet;·~
~rac.ts,:-subj~t,to"certain· condit~ons,~, : When SllCh-: 'err, ag.reetnent,:has:·,~rt;'
.~,witha:nonprofi-t; orgt3ilization,.i~,'Shall-, ~.'.~de,. ,applicable.:W';
eacb"'«mtra.ct: with ',',the 'organi~ation 'in lie,u -o~-- the: Patent, .Rights .
cl~se in §1-9.IQ7-5 and n~9.107-6 (unless a' determination has te<m
maaeeto, exclude the contract frOlll the agreenent.)'

2. RetitJe, §l-9.101~~' as' floi:lo""'" ·~la~se$ for, domestic oonttaets'
(sliorll' f6rml andeInstit~tional Patent J\gteenen1;s. '"

3., l\lld'the floUowing new sl.\bSeCtion (cr to §1-9d07-~:'e

(0)-:. pate;rrt.Rights.c'· Institutibnalpat:ent'Agteerrent.:: ,~:ll ,Wh~' an',
agenCy,has'-&teI'rnlneq.ln:a~cord~ce with u-s.. 109..7''that, a',nonprof;i;t
or.gaI1ization',Should ~ec:6Iive-:an'_agreeIlV:!nt'as ',.' authorized\l.t!lQf!r'
§l-9.1'07-4(a)(6), the·J\greetrent set forth' in !"ragrsph (cH2) of'thia.
sect-ion'" appr:c)plilately, .oonpleted ':as:-inclica'ted"i.n"t;l)e:numbe~ed: nOtes':
appear,lng' after-, ti1e. Agr~emel'lt,Shal1: ~ ,used" Chan9~s'in,the: agre~tc
sho~W bs 11lnited to changes dictated by statutes applicable to the
agenoyc·or: ~"special",a:9tttinistrative' neecis•., tn ,rraking.:arw ',d1ai1g~s'AA-'

agency: '$all, seek ,to,' ensure that' the- agree!1'f3nt-. con.tinuesto,include'ah:'
leas,t:t,he·-- fO:llowing:fea~l1t'es.:

CAl A requirement flor the prompt reporting of all Inventions to
the- apgHeab~-a9l!nqy, along' with an. elec1Zioo'oe riqhtSl

(B'), !\eset'lation',of' all rights specified in §1-9;lQ7~3(e),-(h)I'

(e) A requi"""""t that the oDganustion ....ke eueh invencions
av-ailabl-e:'.ott,- a: oonexcl,U,s.iVt", tas ~_s ,except\iwbec:e,·the"des.ireca';pr;aetiW'
or: C()nme,t:~~l"app;l:ic:at;iol1'has',not· been- achievQej;-oli is· not; ·U"kelYY-tQ',:,1;»:'·'
e~iti-oUS1Y-'achieve(j:'tbtougb ,s.UOh" lica1')si:t\9;;
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(iii) not Ie s s tban.tht rtv (30) days-before the expi.ration
cf the. response' period .for- any action required -by the
United States Patent and Trademark Office. notify the
Agency- of any decision not to continue the prosecution
of the application and deliver to the Agency upon request'
executed instruments granting the Government a power
of attorney;

(iv) upon request, fully advise the Agency concerning
'alla-etions taken during the prosecution of any patent
applica-tion' and furnish- copies of- any relevant documents
a$ requested} _and

(v) provide the Agency with a copy of the patent within six
months after a patent is-sues on the appltcattcn,

VII. Filing of -Foreign PateQt Al'o_lications

(a) nUb respect; to e-ach Si.tbJact- Invention-in. wh1eh thelnstit'UtiQI1'
elects to retain principal rights in a f~reigncountrypurSu3nt_to

section !Il(a) of thi.s-Agreenen, the Institution shul.Lvhave a pe renc
app;ic<l-tionfiled on the Lnven ; on in suca-ccunt-ry., in accc rdanc e-wf t h
applicable statutes and r ege.l a t, ,ons t and within one or the fbllcwitig
periods: .

(1) eight months ,from the dateaf a_corresponding
United: States ap pL'(ca t.Lon fil-cd by- at, .on bella!:'! .oi. the
Institut,ion; or if . such an application is- not filed.
s'ix roontliSllfte:i:' ao election is-niade,pursuant .
to sec~iQn III(~) of this Agreement:

(i1}s~x ,monthS from, the date it Lfonnse h gnmtcd
by thll'Cormnissioner of' Patents and Trndemarks" r o. qle
foreign applications 1:"1lcn such f.iHng has been pr'q,,:,
hibitcd -by: secu'r1:tyreasons;: G'r

(iii) suchlpugcr period:as:may bea~pr9ved:iuwT.~t1ns

by ,th,e: Ae,ency,.
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sUppor<tedby" the Agency, Sl.lI>ject< toeeetern rights, aequfsed- by the
GoverMe1lt.

lOi,.'~',"in ,oons.ideration: of the.,forego,ing, the, parties .beretc
e9_e$' follows,

I. SCOpe'of~reemertt

'lbis:-Agreenent defines the rights. of·theparties hereto
regaraing;'the·allooation of riqhts in subject inventions, made under
C()J\tractS:>with'·the ,agency entered tneo. after the 'ex.~l1tiQn·ofthe

Ai:Jl:.eetn!nt: except, ',such- oontracts~-as, rray,oo-speoifica1l;y:'excluded by the
Agen"Y·Y

1:1·.. Defil:iititms

(a) , "SUbject'Inventionl' zreaIls any ,invention or" discovery.' of
the. Ii1$titution,'or'itscontractors-, ccecetvee-ce-etcsc actually reduced
to practice' in"the cDurseofor'under, a- ccnt.ract; with,the Agency, arrl
inclu&as-any ;att,,-,~tho(l,,-prcceas; machine',," manl,lfacture-j design;.; or
~sition:,of-' matt-er,'or,any,new·"and',useful' improvement thereof,-and
~Y-1Iat'iety";of,plant,,mich: is or, may- he. patentable under the Patent
.Laws:' of;'t:he,Ufiit.ed,:Statesof ,America' 0[': any foreign coUIltry.

(pJ Ifc:ontt'act11":rreans-':f.iI\Y,:.ceateaoc, ,(agreeR'llint,gliant,or other
ar:rang-enentl-' '4/, or'subcpntract'enter·eclint;owtthor for,' the ' benefit ", of
the_:GOVet~n~'I'\itiere,a·purpese of the ~ntractis:the<-'oonduet of
exper-~ta1,;,dev-el~taJ.",.or res.earch.,wr'k·.

(c). "state's: anddomest-ie: rnmic-ipal ,goVe~nrrents"neans<the,S'tates
of'the,'·uni1:lac.l·States.j.', thQ,:Oistr'ict'of', Cblillllbia". Pue:rto<Rico.., the
Vi,~gin",ISlandSt,:lmi!r-lcari SaIma'"Guam, ,and the Trust Tet:titory of. the
Pacific, IS.#U:lds,;, ,and "any p:?litical:. :subdivision' :anch'cgenoies:, theceof..

(dl "TO:~1I\9:-to the, p:>int' of.-:prlactical,applicatiort"l1'earu; :to
manJ.1fact\;tre: in ,the. case of "a, ..oomposition' or' product" topr:act-ice in
the"case'of a process'; or to oper'atli!inthe case- of a·nacbine and,
UDiler·stJch'.,:cotidi~;j,ons: as to,' establiSh:that the' -Irwencdon: is,reing
worked"and·.that·- its ': b:mef:it:s; ere- reasonably·,accessiOl-eto'::the, public.

fer "Msde~,f1,When'used':"inrelation'to'.any<'invelltion:,ar,discoVerYr
mans:""~'Con,c~~iQn~,,orfirst-:eceuat- r~uction' to'~p%"act'iGe Qf> SUCh
invent:j.-Qn··,in~:·the.' 'C9lWse: ,:of""-~'-'lZliier,.,a,· contrllct;:w

nt" Allocetion' of-Ptincipal Rights

(:fiiF:·'Tt'le-::I-ttlitituc:i6n:'·tn:ly'" retain,:.-the':,er'ltire··· right,; .,titla",.: w",
i1lter,:est:,thro~C)ut'th~'world.,:or:: i1'i;any'ooijntry.:',theeeo-f, ULand: to, eeeb.
SLil>j$¢t· Inv:ent;j;on,;di-S,closed'pursuant,·,~.'sectj,C?n v.•.., .-below:,-., SUbject· to
the·;Pt.O:V:;isiO~:,:oe>::t1)is,.Ag:reement.> '!tiEf Institution, shall' .Incjude with
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(c} T1ie.. COfJ;:t...ac:to1"-:ali-al1,~:ndud¢" 1:1 ;,r;ysu bcp,l1:~eae t
eithe,r·a,claclJse" i.d~nti-oa:l to, thi s c~au!HI·Oi"\·the- 11lt'a:t8:1it
Rtght.$ ... '''' Acquiaition ,by:t~-e" Gove-rnrreI);t1,1'.cla-\u:,o.':fo¥li:';a't.
41; CFlt' 1-?'1'97..$('a-)H:,a-'~\lr,ppse ot"tM.;su,~o~tr~~tis
exp~ ri-m:e'nta·l.;, (l.ev61ppp:r~ntal-", o,r:,'r!!J a:~u·eh'VlOrk'.:Ii,
,: subc9nt,ra,.c::tor ,rfJ:fU8 eS,to ,a.q:~e:pt;e-ithe,~' .,,',_' .
tJf the$e,·c,la~,t>tllil-or. if ,. in tbeopinio~: ofth~'.cont'cao*ot'J.
the'se"e1atisea are, inc;.o'ns-ister{t:.,wit-h ,thepQlieY. ,sQ't,forthin
41 CFR; 1-9.10,7-3,. UleC6n::r-actQr, (it aha,lt.· proll\ptly notif·y
tlie, ',lnsti tutionand.( ii): sbal,t ,not- p-rO() el!'.~, with: .the" sub ...
oontractwit:.lro,ut;. _thew,rittel\: aut;hor,i. ...~p:9n:Gf. t,b'e' Ln$ti·tl,ltton~

l~ ,is'ti:nd'er'llto,qd t:h~t.th~. In1:ltit~t:i.Qn wHl. seek Ii.iiect;:r~'-tl
. frQm" the ' (.in:e:et,:t',na:ne',0:15' a,ppro,pfi:'!lb-e
/lan.ny)-.

._0
fa) T!:ie; Cl:)n~~ac.~~r. sh~l,'l };'eport <In;i'.l:;,vbco'nt'taQt'$:e~n,e--aini:ng.',
~t:'patent, righ~$,claus:et:.'Qth~ Instituti~n'~ ''fha, Con.tra,c·I:Qr·
8~.a,~t :no,t; bJ~,:o_lll.ig~t'ed"tQ'e~:fo;:cet1)'e, :ag:reem~l~t>lJ;;:o __f' <lJ:lY;
~~b'Qol\t'r'~cto):. hilreunct~.'(, rel'i1~iI1S:'~~:"tIl~o:b1;:i$",~io.Q$:o 1.': the>
Subt,e,l1t,tcap,l;Oc" t{t':,th'e Gover',~.eO't:in'·r.et:~rd:" t:q· S,q~:i~~-tt' Inv.on>t":t0'l18'.,

[~n:d': 0':£': 'Cla.",s:e-}.

(h)' In· tlitt,even~O~i,~,rOf-\l~·.l,br' a: S,\l~o'~irae~;r,:~,a;,qCf,-pt
eitber::. o·f tbe.clatls'cs: s,peci :f i 'r:.4' iQ' (a·l.,or if i-!o,th';Qp$.,uiQ.t).:, o.f tM
Lttstitution, these: <llau~es- ar,:e'iJ\c.onai,s:t~ntwith tile-' -po'li'oY:' see
forth. .dn '41 CF:R, 1-9;107~3."", tii~' I~s~t::t:l1:~io:n {iJ',shall',ptolftP,dy
tub~it a;writt~n noticti'to:the Agedcy settin~: fo~th' renson,'for;
the' Subeo-ntrae-to.r's:r,!!fus:al· and' other'. p:er·tine'n't ,infQ~adon:,whi¢h
may" expedite .d-isp,o'siteion-o f the matter ;. and, (i-i) ..··.snalLnot: pr-o(:_eed~

wit'b' th'fil 'subcontract, without toe writteri./a~thor~:za:t-ion,'oB the· Ag-jaRCy,;

(c) It Ie U!1.de~s_tood,thatthe:po~rrimentis·:•. thirdq?atty., bette''';,

ficiar1,of any, subcontra¢t c13use &faneing rights tG t~e' C9ver~mwlt iQ
Subject Inventions" and tbe Instit~tion her-eby assigns".to: the 'Go,vern...
mene aU. right;,s, that·itwoutd have. t-/)· en.f.ore-e.th,a SjJl;rc.on,tra.e·tor's.
oblig-a.~ions for·. the' ~i:,nefit: o,f·th~';G.,ve·rnmentw-ith, res'p.eGt:to· SubJe¢b
Inventions. _ TbC:ltHitit:Q,.ti9'n: shoal·l not- be- obli-&:4tedt.o' cnfor.cl:!,:tho
egeeemence of', any s':lbcontr'f1ctolO" hec·eunde(" r-'Clatin/l·tothe' obli:g·ationa,·

. of, tile Stibcontl\:actor to tlle: Gov-er.nmentiltre-gard,' to SJ,lbj~'t Inv~t;on.. :.

(de) Nothing"in .th,Js- Agl'eem-ent".is'·intended:, to'.p·;tIeelude:,ttU:l
Institutton irom'granitng_, a,;subJ:J:-Ortt;r:actor 'ri:g-hb,:01'':: a-n':QPt~ort::to ~

rights,_ in. any. 'inv-en tions·,mad~',by· thel'subooritracto'l','-t-o., thG" extent'
eucb rights eee. cons'hit-&.rtt With,.the,'p,r;ovi sions'of tb:ts-:,Agil'$ome:rit.
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Mr1!lbY gt,ants, to; the, Q)V'!!r!ll\'$l\Il, of' the U4itllCl" a_s, <v' '
non"~Qlu.'"e~ nOntrsn"fer~le>, JiEll.<l""ll' li",_' 1:9, Illlke",
use, and' sell, esC!J Sul>je<;t lnvention' tnrougbout' the'
""r1\l,1¥, or" on behslf of the G<>v"~nll of ths',Ul\itil<l'
s~ts.. (ip"ludl.ng en') G<>ver_to S\leney;), anti, Sta_ anti',
_too """,ieipel goVernmentll" unle"" tl{e' 1\g'!l\<>Y"
det""..ines' ofter the inventi¢tl ." bolen, idenhflllli tnsll,
it ,"""W' 0010 b> in the, pul>1ic in1oer,eat to aoquirt>"th"
license, fOr, States antI',<'l:lin!>stio ......,,!pal. 9Q""~f;
anti

"9<_' to g;,an1o tD _nsiJ>la' liPl?lieilllta" qjOn ~.t,
of _ 1\geI\ey, a'license an,taClll!il l:lI<ill Sl'e _nab1lt·
W1!ieJ: the, o,rcumstanpesf,

(i), unless tht> Institution" its, It_" Or "1;$,
,assJ.gJ\.... ,.dem:>!l'fbrats., to' the'~rM'lmt> th.t.,
effective steps !>ave'!»en' ta~en' with,in, tlI_·yearB
affe11 a, potent:. iBs"e., an, S\lCll. invenll,j,oo, 1:9 bl:in'iI:
the" invention, to,' the PGint, of' "",,,,,,\tical,
apgli<:at,on' or thet the, in"""tWn' l;aS,l:<Ien m1illII.'
avsilab1e, fOr, m-iWil,"oy#l<ty~fr!le" OJ> on' tat'!\18,
tlIat' are, re"""nabl., in\ till',' circ_ta_ ,or' _'
BMw, cause .ny, the' l"o'Wil1al' 01',' """lUliive' ri1!*'
s!lllllld be, retainllCl, 1'4., .'"fUrther PiJdud: of, tllllw
~.

(.j;i,r to', tile' sx,tettt' th,",' thIl" invenll1Qn,' i!s, re<i!1irl'\i 11;>1"
PGblic use I!1f gover<1llllln1la1, rag!ll.ati,onlLOr, as '....'
bI''''>eoe.....ry to, fu1f,il'1 public hea1t1t Or safety"
l\t>llCis, or" fOr othere p.,I>li~, PGrp.o"e" stipulatil<l' ill"
tha ae!llicabla, ~ntrSQt;.

(b) NOthi"'J' containllCl, in"thi., SG<lti<>n''SI\aU" be <l1oemllCl'1:O gtant'1»'
tile G6V",,""""t any' rights with rellll'O,ct, 1:0, any invenlli,on' other, th/lri' ar
Sul>j!"'t Invention.,

v: 11We~bi($>ICJent;:bfieat.iQn,;, DAAalQ$!J,res "0 attd:'; W!P!!~ti$.'

(a) 'l1\e It'lst:.ttution, shan: f"rnisl>, the,,1\gSney'

(i-) a oooplete technical, <l'sploaure fO~ aacb, Subjedt
Invenllion within six ""nths, of,ter ooncapti,on or first
aetual reelection 1:0 'PJ"actice' >biebever, O<l<:UrS first in'
the'oourse, of or, l>l<ler, the:contrac.b or'within six'lIDnsha'
ftom, the' time' a' oont>r""tor 01' the Institution, r"li'Ol'tll ""
invention to, it pursuant to' At'd<lle,VUL., bUt in any,
event PJ'io~ to, Wly, on sale" I'ul>lio US<I." or, publicatiol., of,
the in!Tention known, 1:0' the' lnst>ituti,on, 'l1I.. cliliP/.0$l(.e
shall idenl>ify, tile oontract anti' inventor' and sIlaU be
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X'. P_t-ont:¥ati~s~m~pt',O;r,'1~-nt!.ij~rts'

Th6.IhstitQtion. 'shaU-not,e.s,slgU·,any. ~t1bje.c~ 'InV'4il\Uon."to,pa::;t',ttJ,B
(otbel'tha,n,the Agency)ex'Q~that it-mayas.s-ign r,.t:gbJs:i-nthe'
invention- to th:~ fol:1o,wing:p}ltep.t .mai;1a.g'eroenb' ol'gan.iJZlaHon-s':"
________-,.,.,.,.....,.,.__-:i"~7t'....'"",....~.1 --os- any' oth-o:r-pa teltlot'

man,age:ment,'organizatitn).,i£ s-Ubs'e:q\.l.ently appr-Ov·ed,;~by_,frhe'.kg6lnQy·

Anyrofe:nnc!!I" to an Ins,t~tut~l)n, inthisA,iree-m:ent s~all alsQ:-in:e14deo
a-patentmanag,ement organha-tion' wher,e. applt¢a·btfi .,a-ad- a/n
l!l8signment'to auch _anorganiz,a,ti:oti sha,n s,pecUi.callybe'm,a"do',
subjC'el:·to.-all'tbe·:terrns -and:' con~itionf!l' of: this Ag,l'o,.om,ent;; .

.n:~, . ~~P\)t:ts .eri'D.evel'op,ment- ~n~:: Commet'ei'a,rl1~¢'

'T1i~'JM,titutiot'L sh~l~ provid~'a .._written': annual __ te:1'9~t t!) t,,".,-&g~n¢y
on, or, 'be-foJ~:Dec embe r 31li-l q'"f, eeca y~ar< cover'ing" t,~e', ,pr-el'1"!!d'ing ',
Y~ar. ,endi;n:g"Saptemb~r3Oth;, i~rga'roin~-th~ .st-a,tus; of·deYel()P:m~n.t", and'.
c~mmet',£ial'us,e_tha:t is: bei~$_ma4e Qr fnaended to,b~;madeo:i eecn
Subj~e.t Iiwel1ti'on", left fo,t:· adtn:inis,tratiort, eo.. the,-ln'$tit;,utio-n:'aJ:ld"t~e
8,t~p$-,t'ha.t:, h-qv:e-,b~e,n tiaken by :tlte,' -lilstj;.ti.lt;ton to' bl.'-ing th~c inventiOn.
~,th;e~'point,o,f p('actic-al appli;catioih. "J.I Suchreflorts:shaH: inctud,e
infb,n..ati.on;.regardi-ng: status: of'deva'l4:Wllli!nt),- .ttre. d,.te ,ot .. firs-t-e'Q:t'tlm.ex:d'-al
6ale-or-u~e,grOs.s ,r.byal"ti~$;, reeedeed. by: the' -Ins:t-itution,. .end. slich·other-·
dtlt~a,and-,' informationu" the, AgeneY.Tnay-,re.u.on:ab:-ly's-pec-ify~T:l) bhe- eK·t,ent
dat.,a: ,O~ ,inf,ortrat:ton .. s-uppli<ed.··pur,s-uant', to, this·8:ec-t-i<m·lli,c:Otl~i:tler.~,

.by,,-ai-lic:ensaato be' ,p,rivilegt;'!doJ:" confidentia.l.: and', h_,50:' m-llrk~d·, th'G
A8:~Y_"o1~reeS', that'. t-o-.,.t-he .exteae. permitted,:b,y law, i:t will' not,,·d';i.sol'os-e
such'iuformat~u t~pcrsoa4,o~t~ida;the. Go~e~nme~e.
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instrument en the fsrm speCified in El<!Jibit· A w:.ieh is
llttl1Ched berets alli:l m>de a po.rt hereof,

liq within two m>nthli ~t"r the filing, or within two m>nths
a,f1;er· subnission.'ofthe·mvention::disclp}Sura' if, the

.,patent;. appliqation was; filed:pr-i9r'to· the contra¢t~

"eliv"r to the 1lgency (A) a roW of the application as
filed, inolooing the filing rete and serial nwOOer, aM
(B) a ropy of an assignment from the inventor or
~entor$;to',the-It1Stitution"'of:,'alldgh.t-·,;: title" ,and·
interest in the invention properly recorQed' in the
tIIite" States Patent an" Tradernark·Offioe.

(,i'itl inclUt,1e, .tf1$' :followin<istatement·;: cq;ipl!op.Eiiately
QOl1plete", in the· second po.ragraph of the· speoification
Q.f.-thErapplication, and'any patents._tseued on: the: SUbject
Inv,en~:ion.;. l'me ooverrerene bss- rights, itl th.is. invention
pursuant to Contraot(s) (or Grant(s» No(s). rr: _
~lt",ard(Kl"by;(identi~y ,the'Agenqy,or Ag~nciesl",~

(.1..,) n';i: less tllan. thirty reys before the elq>iration ell. th"
response~riod fora.ny aGt'iQnreq\lire<kbY".- the" united
States Patent and TradOmar·k OffiOe, notify the llgenoy of

f..-)~>J¥1Y-,: ~iE!iAl\'l'X)tto"a;>nt'in~: 'the>ptQsec\ltioo' ,ofl the·
applioation aM ""liver to. the 1lgSllGY' .."out"'. instru~

nt:ni;s:glianti.ng:the·' OOv:errutent'a" pow'et',of" altt()~neY1/

(v') .' "upon request, fully' ""viS!! the 1lgency concerning aU
actions· ,taken' .during:-,thej proseoL1~ion', of<any.'patent'
aWlication and furnish ccptee of any re1"vant, _nts
as'·· req,:aested';, .' and" ~

(vi) provMe the /liilency with a'OOf!:! of the po.tent within two'
mntl'is,.;lf'ter;: a"pitent' i$SUEt$; 00 ',the application'.

(¢l Ftir each··SUbject,lrivention: -in\<ihich;:the, Iristitut'~qni.p.itially·
e"lects,·oot to,retain rights or requests. anex:tension' of the·ele:ct·ion
peribd~, the, Inst-itutton,· shall: .dnform the: AgenCy. promptly' inwr iting of,
the date 'and, identity'of any: 00: sale, p..tbli:cuse:; or'publica,tion--.of·
the inventi-onl'kiich may const·itute.a statu.toty ~r. l.Ulder.: 35, usc 102,
ttlich. was authori.zeq·by or known to the Institution.,ot' any,·oontelll'"'
plattMl,action-, of- ttd.$.' MtUt;e;.;

VII. piling of Poreign Patent l\pplications

(al Witlt·res~cttOeachSubj~tlrtventi9n in'o;b'·ich. the. Institu-',
tiOll elects: tQ,re~in pr;i'nc,ipal'. rights In-a foreign country pursuant·
to section ILI(a) of this l'qreerrent, the Institution shall have a
pat~nt awlicatiotl.fi1ed, CXl the, invehtiOn .,in, that, oountry, in,



(losdtutlon)

CERTI'FICATE

(CorPQ r ateSeaU

By _
C-c6~porate Sa~l)

I". I cettify that lam the Se-eret4ry of
nened-ebcve ; that -

",,-he> signed this Agreemcn.t on behalf 0~f~~,~a~1d~-'-';-In:;~stti~,~uttl~o::'n~w~a:;':'t~h'.cn
of said Institution; and·that this A~'i'eetnent

was, d'u-ly's'lgned_ for and. lnb'P..haH'of said InstitutiQn: by, auth~~-it,y" ~fit&
g,overni'llg:bQdy and, is within t.he sc.opeo£ its cer pccaee p6werlh,

By
Title
Date

By
Title
Date

Whn'c:ssmy,h.:md and the seal of- s3'id corportltion,thi:s
doyof • 19 -~~,.;.....~-

IN WITNESS Wm:;RE(}F J each o,f the parti'es hereto h4S' execuced
this':Agrccment, as- of the day and yeee-b ej.ov,

UNITED,STATES OF-AMERICA
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oro-its
• nution)

under tIlis clause, and to enable the=====...-
dri~""l \

agen<:ysljall 'be. ma¢p:>rdancewith th~policies anQ'P""'"
oedures of 41 CF!tl~9.109-6anQ!or appliCi>ble"""ncy
rS9~lations. SUCh determinstiom;l Shall, be final on bOth the
C01:lttactor-aOO,- , P'7ovid~ that the'COhtr-actor

(Institution:)
may; elect oot.,tO;accep~- the" A-gencydeter-mina~ion~instead
assign' .all rigt\b-,. title,; and>interas:t In the invent-ion' to. __

or-,its,oosigtleet.
(InstLtotionl

(0) Incdditi.Qn.." t:ti$Cqntr:act;ot; qgrees: to: furnish: the following:
materials'i'-' qisclo$ure's,: andxeppr-ns'::

(i)" UpOt\,:request'f s~ <iUJy ~eclJ.ted-in$tl:·urrents

(prepared by the or its designeeJand suell'
(Inst-1.tl1tdgnJ

otl'k!t-· pape~s Me are de.em!d:necessary, to ve'$t in-·the_="""''''''""''''''''.....__ or its desi9Jjee tile rigllts gronted
lTnRt':.1t

._,,_..,._:ution}
designee to apply for and prosecute any patent application,
in. any. countr,y,.owettlng,su¢h,: inverttion..

(i1). Pr'ior to final settlement of thl:$ contract, a' final
report listing.,all Subject Inventions or certifying that 00
invent-iOl\S;wer,e";OJn'~ived;;,ot' first:.aetually r,eQue:edroo:
praebice Ul\<ler the ",ntrlKlt.

(4) 'n1e Contractor shall include in any SUbcontract a, clause
i&mtiCl'al to: this, clau~/': if Cl.'purpose.of'the·SuPcofitract is
e~iii.me:ntalo"developrren~L,"or' research\«Jr'k. re.e
subconttiactor,r-ef1ises', to accept, this:',:clauses,or,ie,"i1):the
opiniQn',of ':' the:'~tr~ctot ...,.,. this' clause,' is, incpned$tent. with
the' 1Pi1iCY'Sl!,t,:, fbrth',,",in',41,CFR, 1-,9,;' l-07"":3'j; the· Contt'·a<;oor" (i)
Shall. prO!l\?tly ootify the Institution and (il) shall oot
prceeed. w-itlt', the- eubeorrtrecn without ,'the wr teeen
authb.r:ization",Qf·'",the Institution. It",is·Utlde.rstQbd that:,the
Institution.,W11~.eeek-dfrecedcn from,the. (insert ~of
apptopr late Agen<:y).

(e) 'n1e COntractor Shall not be obUgated to enforce tile
agteements"of>anySUbcontractOl:'hereunderrelating to the
obliqat1onsof·the, S\.lb¢ontrac;:t-or to, the.GPver-nInent in ragar-d'
bO Subject 1nventions.,

[l!lnd' of Clau~J



J/

Notes for Completion· of'lPA

!/ Insertnme.Jf agency

2:./. ~Il:;ut r afur ence to Institution I s official policy statements.

'2.' If any current grants or c,:>ntracts ece to be excluded from the
eg r eeaent; , <I statement s ucbte s the fi:lllowingshould be inserted
here: "This Agreement shall not apply to the, following contracts •••"

if ,ABencies may "eish to limit the scope of the agreement to cqn t r ec.t s
eutnred into after the date of the Agreement. III such case,

this section would have to be revised. If such
an approach is used" ccns'i.d eratii.on should be given as to how contract.
~tcnsions will be treated.

Th'" b'racketad langu3ge may be deleted put nO[1;lally it is expec t ed
that Ill'stitt:tional Patent Agr eemenc s vill apply-to g r aat s. as well
as ecntr act;a .

....2./ So~e agencies may wish to include'additional or alternative provisions
concerning interna.tiollal· matters including. such 1 anguag e as they
eonaLdertneces aar y pursuant to·f-9.107'"'3(h) (2). _.

7/ Age::nc:ies may finc it useful to:iuclude more detailed' j,lIstructi"ns
- becc on the form.!:!;: of these r epo r t;s and the po r sona tc ....horn they

ch{luld be auppl Led , ThEl.ei.:ict elauoe may'heve cc-be var Ied
accorcliu;:; to the agency's normal contract close-out procedures •

.!if If none s r-e to be used. i ns e r-t "none . I,

1!. Differe.nt dates may be substituted dl!pend'in~ en z.he Ag!l-ncy'~

nceds ,

10/ Insert' applicable addres~es and officers.

32-635 0 _ 78 - 54
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maxilllulll- per io<J- of ,,"clusivi\:;{ shaH -te -subject to -"!'PI"cval- of the
A9'enCY~-;:UpOn':·'expJ,.,>at_i()n\6f -'the-',periOCi:'of.:: ~clus-ivity" or-anY·'.ex.tension
thereof, li_s shall be. offered to aU qualified applicants at a
r~l$' roYAlty-' rate- oot, in-esoees Of-the ',e)(clusiv.e .Hcense royalty
rate:.

(e) _ Royalties- shall· not- normally te in excess of accepted trede
'p~a.chice~ '1be~~ti~ion-agrees-,oo"'liefqnd,'-any aroounts':received:as
~tY-'dia,"ges'onaRY:,Subj~t-,InventiOl)in',procLlrerrents',for or on
behal,f'of· the"-GoVerr:ttntmt',and,:to: prov:idefor' that-refund inany-instru-
1OEtnt':-,twaASfei:·r:~;:ri'gb.ts_,tq::any,party in:th~·inventton.

(d) '!'he bel.anoe of the royalty income af-ter payllenu of eKPenses,
inqluc;ling:"paytt!ents- to,' inventors',:· incidentaF.t/),:the,administration of
al;~: -iJw-entions,:as$igr1ed ·to:--itPJrSl,1CU)~'-tQ:-- the -provisions-,_of:- this
AgJS:~:·'.sl1aJ.cr.:·~,,:ut'iili~ed:fo.rtbe~r;.tof,eaucatacnor -research,

(eJ. lU;:L': licenses'.-i$sued .by -the, Institution .eo. other than the
(kJ)fet~b",of·, tile: ,.united'~t,a,tes:, under "any,.patent, application, or "patent
on",a",S.ubjE\(rtl·.'Inv,eru~,ion,st1a11:'be:, ID;lde>E!XptZess11:' subject·..to the oondi~
b,icK'lf:;;~:Of-:thii$':-l~lt'~,msnt~:;:'!he"Ihsti,tu~ion'sbaJ.l,"upon" reque'st,
P!'<lI)pt~y--fUmish_ oopies, of any license -agreen»nts to the Agency.

X. PIA'tlmt~t Drjjaniz.uicns_

'!'he Xnat:-i1:¢icn _shan not assign any Subjeo:t Invention to parties
(other- _ the Agency,) except that it nay- make suoh an, assignnent to
tile -fo11'oWiSg, pe,tent _ageII"ellt- organizations - 7/
,"",,:,"~tt,;,,~~::cit:h~r:-:P'-~t·':JIl$J'lllg~~.'o.tganizati:OBif:,SUbsequently ....
appr-QVed -~- tile Agency.- Any_ assignment to a patent managSllJIDt organi
za!:ion-- shall- specifically_ te _- subject 00 all the eeess and condi
uicms of- this llI,Jreemenu.-

XI. ~ on' DeveJ.oement and -CC!\1l'ereial _Use

''l1\e'":tr1l¢itutiOr1''' ,shall-';Pt@ide·a.· wroit~:'~"'rEiJ?Ortto"the:
A9~<'on'ior',':'~foJi-e"'De'cember-'31st; O:f':'eaCh,year "cover'ing, 'the "pr-eCE!di.n9
year E!ndiSg sep_ 30th. regarding the: suatus- of aevelopnent and
~r,q,~1':l.lS$:-that·is, ~ing':'nade·"o!rintended':to t;e-,,'m:lde of ' each
f;®j~t';'InY~tion;,le:ft::fbr,:a:ifilinistn:·at.io:ntotherlnsti,tution,'ar"ri,'the
~~"that:·,:t,ave:t(ten':taki!n:.:b~t,:the·InstitlJti"On,tJj',br'ing, the, ir'/.Vention
to--the po:jnu of P!'aC1licsl applioation. 8/ Such reports shall inolude
info~~orVi.~rdin9;,"st;atl,i~i,'of'deY:e:lppilent,.. the'" dat:~.·,Of ,first ccecee
ci:~J;\'selle',Qt.';,use'li"9,roSfJ":t:-oyalti~$:::r~cei~.e<il~.tq.·.th~'Institut.ion.and· .euch
o_tl\W-data,and, infor"",tion as- the Agency-:nay reasonabLy specify. To
~t!',,:,::ex;~t'-~da'~, 'Oii'cmfo.emation.suppl:±ed"ti),.Wis:,seetion,.· is: oonside:"eO,
til' ca'-licstlSee to, b$ -JiC-ivilEi<jed'-or- <Onfidential and' is- so mark<!d; the
All__,agreeS..that to the- extent; permitted by__ la". it- wUl- not disclose
suiIft".l.\tllO._i"'" to--per:SOliS---_ide-tlie _rtl/I<I~u.
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(6) A copy: of the invention r c port . ·;.1 0C outline. utitiied

for preparation cf.inventio,n re~ortfl;

.'
(7) A statement· whether the institution his an agreement

with any patent management organizAtions. orconsul~antsand a copy of

any such agceements ,

(8) Adescrip~ion of the' plans and intentions of the institution

to bring to the Ul3rketplace· invendons to which it retain's't-itla,

including a description of the e ffc rus- typicallyundertakan b~the:

instit.ution: to license' its -inventions;

(9) A description of the Lnat i t ut Ion ts. past patent 'appUcati.;m

and patent .licensing activities, including the followhig:

{i) Number of inventions reported:to the institution durint

eecf of the past five' yea:rs:

(ii) NUmber- of p.:ltent applications filed, durfilg each- of the.

past five years-;

(iii) Number of patents,oo'tained'during each of the past-

"five years,;
,

(iv)' Number of cxcl.usIve licenses' isslleddudngeachof-

the pas.tfive years:

(v) Number of nonexclusive licenscs,othcl' than ttroee to

&ponsoring Government agencies, issued: during each,~f-thep~st~£ive

years;

(vil- ~ross rOY3.l'ty~ income d-,tiring, each:of'the; post:.·fiveyears;

(vii) A ge.ner'al'desc:dptioo: 0,[ rOy3.lti'es·chargcd=, including

fIlilli~lli'n, and mal':.imll::t royalty- r-'ates;



1928

~I~

1, " ' , ., aI~tifY) thlIt', l' all\', tIliI, " ' , ' ,
of tlli> InstitutWli'l'llirniiihl!iW8" theb, ' IiIliQi ..J:9i\e4,
thiS Ag~_l1t 01\' bellalf of ,'said, IiUltitllU!>l1, ill, ,

of eaid IDlItitutionl am' thl!t this Agr_>t, ,was' dtll:y;, $i9t\ed'" ft>'ti d'
in' b$alf of said' Institution I:ri' authority" of its gov<>tni;,g bi>lly" ,..."
ill' within tl)e~ of its oo~p<ll."at.. wwers.,

. ,_ ..'.-

Wit;n8Sl1,my'l1an<l',.noiH,I,,,',eeaJ,,ef, said OO~1?"'rst:lJ:ln,thiS, " ~ gl;,
,19:_. '

~~I'1\'A',

~~~,

~~i""tiQn' fOr" , ('1\i'l:1.&' of rn"""tion'l;
IIlW!ntQl1,(sl ' ':, ,
SlI,illl' ,NG'., , Conttact (Gr""l:) 1$" _
Fi1inq: 'll1i~e.', , IiUltitutiQn, -'"_

'l:I18' inveriUi"" Jailntified, abOVe" j,s" a, 'Sllbi!lQt Inventien", undlil>'
, ' (identify' In..til:uti(lna1 '~a'tellt Ag~_nt_r I

to iJii;;R _trllG£ (9rant'l No. -- with , "
(spe¢lifY GOv:er!lll\llnt agenllY) wu SUbJ\id€. '

'l'lI1&~, is,,'QlnfirmAtQry, 'oft the, p"'id~lll>: Ucellal! 'gtantl>\l ' 1\0'
the GOv:..~!lll\ll'"' ...aer ,this, oontra\lt (grant) in this invention" pat",,",
_HIlation, and any resuL1:ing pat..nt, .m" of aU otl\<l' rigl1ts adCJUirl!d'
\:Iy' the GOvernment, \:Iy ,tIliI, ""ferenced' Agreen&nt••,

I'll .is l»derstooQ allliI 89r-, that this '<,I<",,""nl; dOes not' PJ'e"lwlll'

/
tlje , GOver!lll\lll\t frolll asse,rting rigl1ts I»der th.. PJ'ovisiO)\S oil said,
Agreettent Or of any other "ilrcettent between tIliI Government .m' the
contr~cto~, ~ any other, ri9hts of the GOv:e~!lll\llnt with ,",spaot to the
above ,1.dE:ntified, .invention.

(Qlrl/l><atll'se~11 ' ~"-~-~----,.;..-,

"If'in aooordailoE: wIth: S/>otiol\ IV' (al of the Agree"""t, the Agency,
h""r determ.ined thet a" license' for Stlat" , allliI dOmestic .....ioipal
90v"rmrent", will not be' obtlained", the' following, ohOul.6' bIl ldded 1:<>
th$ COnf.i~l1\atQ~ Instr_t"

"'l'l\e, lioens" gtanted to the GOVer".,.,," dOes,not. lbQl1lclec stat..', 'JI'd
dtxte$t~i-e '·J:I't,ndcipaJi cpve~ts. ",



J:o":tt1

(3:) Pro.ce,du:r~s 'fo,r,prornpt •ib.voJltion identtftca~lon,and

timely dis'clos.u:.;c, to th~. officer 'or- orga:nizaticmadintn-istering-tllo

p.a.:tent P_QUcy of:t1)e insti-tuti:o:n.

(4)· Peeceduz-ee. for'inventionevaluatiouiand

(5) An eccdve and, effe,c,tive promotional ptog,r:am f'01'th'ei

lic.ensillg.. and -m-a,r'keting of illV!en'tiQn~.;



Agelm:iel!.1t$y. S/Ill!>tfy. a. form.
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~

~' l\I:l!ltleia$ 1t$y £~ it usefUl. to' in!;,l.l>de lll>re dlltailed.:. i.nStructi:onlJ.
him> OR' ~. flllr_ of· till'S!> ""POrte' anl!' the pen""" to Iobom t!1eY,
ehol/l<I'tie suppl@cl" '!he exact c14lJSS. lillY· haO'''· to· be' vaded·
_dillg tl<>.~,~"1l' ~"""".. oontraCll cloee""'t !Il'oQll<lure.<

11 t¢''rIW~di'':'liif''''''' ~Jlj>. ~hQl,.,;.
!l .Dtf£et\ll\tdate.' •. -bil. sullsti'!!u~·a.Pomdinq, "'" tIll>' Na!lllilliI!s'

11-.·
211 I_""!lgllballJ»' ld<!re...e$ and· officer.....

-._----.--';<-~----_ 'f;~i(i;;:;;,!j:;?T;i:";"_---'---

4,_ lllQ,a'.- Sllllllj.o!\' 1l-9.101Iw7· a$ fllUl>lIIl'

1l'-9, ~7- ~iation of· 11)Sti1;\lti:onlJi.,.~atel\tAlJr_tlO.

(al Itl(o_tion ~ be s;l/?mitteci'bY nonerofit organi~on,. A..
"""Profi;, orgaJij¥at:ion "Iting, to enter' into "" Instltutio p"tent
AlJ_nt shall provid<o the ""lenc:y' wi;th the follOWing information:.

(1) ae;,;;ial' infotmalUon aon~~nu;q ~ Orgaiti.~abiim
i.nSludb¥,W " ": F J, '7

:(:ib k~;of.. i\l;' Artic~": of Il\corp.;,r'atuml.:

(ii) A stat"".",i' '<;t. the· organt.:al>ionl$'·P!'qX,se. and,
aiJI$l:- and'

fiUs)' A',stat_lit •~tcatillg' th..... ""Ur>deof _
. ot1'ganwt'it)I:\"s,' flindSl/
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on the IPA. This statement is intended to provide the
correction.

The meeting adjourned atll:45:a~m.

t (!-ij",,",~
O. A. Neumann
Executive Secretary·

co: Frank Lukasik



(vH) 'A qonetsl d<>llctiption"of toyalties,charged,
inclUllirtg miniJJ\Unl ard'l1IlXlmum royalty rates:

(10) A'list of' sllllSidiary or affUiate organizations, .nicl'i
MlUld !>'t coveted' by an a9r_nt signed' by _ orgilnlzation,

(v;.)

1932

Gtolls'rblfllt"y 'inCO!"i' durinq each of tlle p;tSt fiw
yeatsl '

(11) If, tlls organizl\Hon is' a subsidiary or 'afJ:iiiate organi
zat;.-iOt\:,... _--the-_--l~', of" -t:he:othet:>oo9.~2at':i'On-; axd-,,::a- Qe$qt:.iptioll of::-tM"
rslatiQnsh~1

(12) 'lbs _unt of suppor,t from each Federal agency fOr
research and devel<lplreIlt _ivities' cw;tsntly biing _inistared by
th~",()rganl~.a~191t1 '

(13) A statemen" of, tlls, organi2ation,''S polioiss wilsh respect
to tile sharing of royalties, witll SIli!1oYlses, anel,

, . ,'" .. .. - .. - ...... ~

('14') A description, of' tile use" _ Of 2itly' net' inCClliS" ~t-'
aued by _ or~Mioation 's p<\tent """ag_"t program,

(b) sritetin for' evaluation of:a, t:e"tmQU>ID" transfer ptmMl.

~,an'-'lTllBb,ttutio~-pa_l;eh~,~~~.tf,i$,-;:,erit_~~edi__ ~o/wtt~t,a::nQtt~!
profi~, -P~g~fi.~'ti()fi'f.:: :th~::-_ or13ar\-i~t;\t:ioo-':; ~~~f·ht1~e'·a:' tiecl1.nolQgy-:' ~~£e~'
P""'l"am' w!liCll, as a minillkml, shalt inCllud;l:'

(l) 'An ,estabHstied' pateni pOHoy, ""ion, is cOnsis"ent' witll
tile policy in'Section 1-9.107~3'and is _inistered "" a Continuous
basis by, an, office. or orqanization' responsible '1:0 _ organizationl

(2) A9_ts with _loyees r"'lUiring' them', 1:0 assign'to'
e't,tl:ier,:,~~.:()r9~i-za~-i9t{,., ~~.~$'i-qn~:.:::~ ,tJ1e,,~tnrtent, any,,ih'lentiQn"'
~ncei\"fJd;"or:'f.lrlit;;, atCt-\.tll~lY·p~dU~'-'t(r pra~t¥e~': itl' the cdl.1rse'of::oc.'
~r,GOV~t, o:>ntract,s arid '" aWards. or ass\.u:ance:t:hat ,~ch,. agI;~menu'S
,~' ~+0ed'::pr;i9~:i ·,to-,ttlE>';,~siq~r\1: ,qt,' 'Wt'so:nn~~"to.GO.ver~nt, sllpPOrted'
.e.....rclj' 'an<! developtnOllt projects,

(3) Procedures for ptOl\IPll inv<'Tllliotl, idenllification' and
timely diselosu." to tile ofJ:icsr or o.gan1zallionc a:lmintslleting the P'ltet>ll
policy' oJ: tile, inSt,illuMon.,

(4), Procedures' for, '~tiQII evalllationl' a~'
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Mr. D~nny opened ,the.,·meetin:g" b.y sU9gest'ing,thcl'tc; tJ:ie', S1l,boQRlmi-ttEtfl
review_ the vaedcue. action ,items prela$ntetl·in11r.- Ne.~tu).'s

M~rch 2, 1977 dra£,t_tnElItl9ranQUm:~

GENERllL OVERV'IEW:QF" THE-ACT:IPN, ITEMS-'LIgJJ'EO-

Act.iQn It'am, No.' 1. The Exeout.ive secxeuary: was;, a's~ed-1:o:
maxe the, c~lIJPl~_tlon'of the' ComPineQ.' Report: OJl>Gt:>Ye:rnment.
P.atent.Palioy' e. pr-io;dty- item:. Mr,. NeumaM' ad:yisecil>.ttut.-t.
Mel3:sr-a'~ ~:p]pf-_ and- Postman st.ill axe,to-pltovid'e< ;Lnpl1ts'o:

AO.tion~,t~m, No•.,,2. Mr. Denny nQted,,:' t.b,a:t;, an', i~£_Q~¥,:,g:rpup
met.. t.o.a£ac:uss- hhe comment;s received-by;' OMa' fol1QwLnq:,i:!he
ci~culationo£: the, draft leq-iS'la1:.!on·" to,th$,_- FedB.ra'l:,'a~eneie-~,
but. noth,iJ1q:"has" bean,' done' by th~:',:SUbeQtt\!ll.jJ::tee.'t,(J .d.tl~,~,

Mr., r,.a~erno.ted· t,hat: he -believas' ~e work'" Q,f thfj;,'S,@,l::lem""'
mitteer has: been- tak:en,Qver 1:.'!f--_event$:,.and·,'lny.;,·~ljl,ff9'.ct.$'~ef..,th$
Conq~eliJs:a;t;th:i.$,poin:ta'JZ'e,o.ut:. of, _the-~'hana$. Clf: th~ SUb.cotnm:tttee;.
Mr., NeUlW,lPJi __ sU9'.g~ste.d:- a' -review, .es-_the" comme_~t.$',::sQ':' .ag~n(d:'es:
WG,uld.;, hav:s,a' !;)ettlu' flx; on', the prob;l-etl\Sc. if',' and(wijl:lIn·:l~q;t.EI"
la>t:iQn'· is~· intJ:'odw:ed':.Mr. -: Dermy, cotlo-lud'-4: t:h~' d:1,~us&i~"
))y, st,at:ing;, h.: _WO_ulQi entel;ta-;n;' a··,mpt;iQn: -fbr·:' the>:'S~t!'otmv\\i:tt'ee
to ---takefuvther: actiorr _On, the· -leqi,.s'la:tive- prQl'.9sa;l-., - No:
motion was' made., and-; it wae, st.-:cuck f;pom:, th,e::~o~~-': as'" at\,'-,
aq/3lrl1:3.~i ,itQt. .

AQt.iori- It;'$D1,N¢:<: 3. (IJl':t:el-l~otuaa ProP,fl3-1'tY'::' - <':$.;s':S~Qn:

ReCO:tilI;nen<lat::.'i()rn~J

(l-} Mr~Denny-, nrited1;bairthe i:9JUll,i-n;j,ng, W9rx·on, Jtecommend'a't'i:on~
1 was:, that.: of the-cn:Lversi·ty, Ad,cHoo; ,Gro.up,:,:wi,t.h-Xle:sp,eQt,
to ,the' cira.·f1:inq,of, anaIJLe;n4nLEt~t· ito, the:':FP~' c:oncBrl'!-ing.
the' Iru5:t:i'tutiona.:l:' pa:tent.'Ag~.e8Jttent'.Mr:.·Ult·kEi,r· adv,i'$~d:

that, til. Ad, EloCG-rouP wou,]:d' pre:s$nt: t.he,IlUt~J:!:il!l<1, to;
the', S:ub¢.-omii:teefor'its, April,m~~tinCJ:~' Th~' neli'·targeu
CIa,te' fur.• '7ompl-e,t,ing. the· WOl;'k: on",t.ilE\ inwl,&1ne,n~a4:ion'. of·
ttie' p:xe.eut,d:v6,: Br-anch. pt?1iJit-iol;l"'Cil\" t.i\e. :r;'~,9~:tipn
was.' etlt,ct,blishjj!id" for Jun.e: 1;. ];97T.

(2)- MX:,. DennY'" sta't'ed" that;h\1'b~~:ieve:d>no.fWtbh~t\W~:_by
the; .SUbQOltlJI\ittee> i'$' ne¢e$.~1!Y::· 01.\:" lt$.oonWep.<la-t:iO'n',a ..
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interpretation. However, I,:-'il,~.l!,~Y~:",t::~_~_'!=:,.t~eyare'of

value to other administrators faced with similar

decisions regarding their institutionsls patent pro-

grams and can well serve as a base for further ,surveys.

1 would like to acknowledge my gratitude

staff

at Northwestern University for'collecting the data

~d

I ~elcome any criticisms or sugge$tions on the

interpre't'~~i~~"~f the results of thi~'- surv~1'~"

··.t~i1t(::l.zz:»;
Vice President for Research

-and,'_:Deant_o.fiSci~ce',
Northwestern University
Evanston, L.1'linois .,60201:'

July 1, 1974
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ca) No ~ction nec~ssary - rejected.

(9) Mr. Kempf,. ChaitincU'~ of the:. 'LegislatioIJ, WQ:I::~:;rt'9.. I.<:roup;
would also provide a repor,t to the" S:Ubcon'tntiti:eei.;three
months afte-r Recorotnenda,tions .1'1>' and 12 have: been
approved by the Subcommittee. I;

(IO:) It .was decided' to suspend SUb:oommi.ttsee aC!~ipn'ien the
report ca- R.ecommendation 10, and to' oonsi¢jer,,·:t,t:U
later during. this. rne.eting, or during,the\.Jlext"tne:eting,.
A new. target· date would be es-tal:>lisl;!ed then.

(·11) Mr~ ~empf's L'egislation Wor'kin'g. Group wot!-~SJ.)l9q:l.'l.~i4~r
Recommendation 11 along. with ~c¢rom:endati6ns 6 and 7.

(1-2,) The report on Reeommendatidori- 12 wou;ld' be:C6ri~#1.e4~d.
along ,with Recomrn.endation lO~. . , ,

(.13) with· respect' to' Re:commendation, 13', Mr. Kemp'f:;',:'t'halbna.n
of' the LegislationWorkin~Group, agreed'~9,p~dY~de
a rep:prt to; the Subcommittee three month$" ~:f1;:.1!,l::\',·
Recommendation-&" 10, and, 12. have" beert· appro'ii'"ea, by··thf;:
Subcommittee.'·· . .', h~? :"'ii;'.'>';)'U

(14) Mr.· Kempf "Chairman of the Legislation woik;i-rtq Group,
agreed tQprovide a report, to the Subcornrnitite.e·;t:h'ree
months:'af,terthe report on. ReColJlI\lendation"-1:6Li:h,is. been
app:rovedby,the Subcommit.tee.. .

(150) Mt~ I<enipf', .Chairman of tbe Legislation Working".Gi;oup,
adv·ised that hewou1dtry. to get a, report·'to~~ the'.>
Subconunit.tee by June 1, 1977,· and the Subcommitte:e
should receive a, complete report by August' :14j1l9!717'~

".,j

(16) The, +eport on Recommendat1on16, was deferredjunti~

later int~e me,eting. . " :

Followi'ng, the discussion of the recomm~nd~tions',·~~I1.w~,::;p~nm{;
aaked. Mi.' -. Newnann., to prepare a letter for his .si(j"Ba,tH'f:El; "'.X:
addressed,to Mr. Good,wi:n,.of OFPP no,ting the sta'tul;>'and 
expect:ed"coIt\P~etion dates for Reconunenda:·t'ions'l th):pugh1,' :3 01
6" 7" and,g, through 16. .. ,
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(large and small; public andprivatej' and various' geo

graphical locations.) A sample of the questionnaire

sent is shown in Appendix B. Since at the time it was

felt that this was proba~ly the first such wide scale

survey made, the in£orma~ion requested was to be estimated

by the respondent and few details were requested. The pur

pose of the survey was to get "order 'of magnitudeII results

and determine what gross correlations. seemed to occur. A

detailed survey should be done by some interested research

group, ~ince the results of this initi~l survey seem to

show the des~rability of_further work in this area.

A total of 54 replies (including Northwestern University)

were received, although not all questions were answered by

everyone. Thus) the information contained in the following

figures comes fram as many as 54 schools) and as few as 25

(in each case, the 'number of usable responses is shown). The

interest in the information) 'andia possible measure of how

relatively uninformed are most schools concerning policies

of other schools, may be seen in the fact that 52 of the 54

respondents requested copies ofthesurvey-~esults. Two re

spondirtginstitutions are in the process of developing a patent
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these items prior to publication. He also noted the problem
of covering computer programs. Mr. Latker further noted the
widespread infringement of copyrights. He advised that NTIS
is attempting to reserve its right to copyright in foreign
countries and the Policy Statement does not cover this point,
and probably should.

Mr. Rusz had problems with respect to the general policy
statement set forth on page 5 because of security problems,
and suggested that the policy statement' be restated to avoid
any problems.

Mr. Postman believed that perhaps the Employee Workssaction
ought to be expanded and agreed to do so if d~sirable.

Mr. Denny noted that the Copyright Policy statement seems to
be less definitive than the Presidential Statements on Govern

"ment Patent policy. Mr. Read asked if this is: the intent of
Recommendation 16. Mr. Denny queried if there ought to be
lea}, l(b), and l(c)-type categories~ He stated he did not
believe the Statement would produce consistency or unformity
which the Commission on Government Procurement was looking
for. He added perhaps the Subcommittee- should go back and
state that the report is the best it can do with the guidance
provided. Query, Is the Subcommittee stating that the
Federal agencies do not need and should not have a Federal
copyright policy? Mr. Denny concluded by stating- that the
report does nqt give the type of guidance he thought the
Commission was looking for.

Action Taken

Mr. Lasken suggested that the Subcommittee determine whether
the work product ought to, be made specific with' respect to
providing guidance. The Chairman took a poll of the members
who virtually unanimously agreed to keep the style of the
report as presented. Areas of concern were:

Governmental purpose;
Security;
Dedication to PUblic;
Assignment to Government; a~d

~~~e~~in9 the r~ght to obtain copyr~ghts in foreign
countries.



one additional institution apparently has its patent

Legal Office

Separate Patent Office

Academic Officer
(e.g.) Provost)

1940

2%

6%

10%

yrogram completely operated by a university-associated research

foundation. At approximately 10% of the institutions, the

responsibility for operating the program appears to be divided

be.tween a Research Office and either an Academic Officer or

the Legal Office of the University. The results shown in Table

I report the responsibility for these cases as residing with

the Research Office since it was generally an individual from

suchan office who completed the questionnaire.

Question 2. In making a decision as to whether'or:"i\Ot

to pur~ue a patent application for an invention disclosed to

the University, approximately 50% of the universities employ

more than pne approach in reaching such a decision. Twenty-

seven of the fiftyinst~tutionsindicatedthatsome type of

patent committee composed either of faculty members or faculty

and administrators were instrumental in making a decision on

whether to make a .pat.enc application-. Of these twentry-aeven ,
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Enclosure

MAY! ; 1977
WASHI"IGT¢N, I;I.C. lO'~O

Thursday, May 19, 1977, 9:30 a.m.
Room S141A, Main GSA Building

18th & F streets, N.W.
Washington, D. ~.

MEMORANDUM FOR Members of the Subcommittee on Intellectual
, P,r:-fl~rty . ~_. '"

r- (j {I l;,k-~--~<u---'"
.' 'James E. Denny, Cha Lrman

Subcommittee on Intellectual Property

Meeting:

From:

May 12, lS77

AG~..-----. _

/ Review of the Ad Hoc Group report on the amendment to the
\ FPRregarding the Institutional Patent Agreement. I

A copy of· the report was attached to Mr. Latker's letter.
toMr-.-D.an.ny-_d~~e.d_~p_ri.l12, 1977. /

Enclosed is a copy of the minutes of the April 21, 1977
meeting of the Subcommittee.

ADDRESSEES
-Members
~oward Silverstein, USDA

Robert B. Ellert, DOC
Barry L. Grossman, DOC Alternate
Joseph E. Rusz, AF
William G. Gapcynski, Army
WilliamO. Quesenberry, Navy
No~man J. Latker, HEW
Donald A. Gardiner, 001
Miles F. Ryan, Jr., DOJ
Joseph A. Hill, DOJ Alternate
Harold P. Deeley, Jr., DOT
Benjamin Bochenek, EPA
Philip Go Read, GSA
Robert F. Kempf, NASA
Jay W. Maynard, NRC Alternate
Jerry A.COoke, NRC
Jesse Lasken,NSF

:F'EDERAL COQRDH1ATn:G COUNCIL FOR SCIENCE, ENGH:EEI1I::1G r ]\."11) TECffi'lOLotYr).c
COW1ITTEE ON INTELLECTUAL PROPERTY AND rseorccc-roa /fef(

~tj.mk}OO&R§;~~>..~g..ifR.tiMNRW9.~

OOMtI)lXl'2=~:NIn!)ffiJ~:~~~:(XPATENT BRANCH OG
u.s. cEpARTlvll;:NT OF COMMERCE SUIL.OING DHEW' C

32_635 0 ~ 78 - 55
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the fif~yreportthattheyd6~se Research cCorporatlon, and/or'

th.e Battelle Foundation to proeoce their, .patrentia '(see below,

Question 5), but only twenty-two report that theyu~ethem

inmaki,.ng.s- decision oriobtaining-a .parenti,

Question 3. The percent-age o·:f't:.'~and types of indivi

,duals devoted to the patentprog~amwithin the UJ:.liversityvary

widely. lfthe percentage of professional staff ttmewas,not.

reported, it was presumed to be an unstaffed position and the

pe'rcentiage of effort was taken to bezera. Generally, for

professional staff efforts of6% of an individual's time" or

·less, the number of· licenses is either unreported or reported

to be zero, although there are one, or ,two minor (small number

of l1censes) exceptions. Approximately 40%, or twenty-one

of the reporting ,institutions, show 6% or less professional

staff time; these generatedl47 disclosures, 27 patent appli

cations and eight licenses pe:r year. The remaining 29 in-

stitutionscan be broken intos group of twenty institutions

having professional staff devoting the equivalent of one person

spendtngbeuween 10 and 50% of "his" time, and nine institutions

devoting more than 50% of "his" time. The following table
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Mr. Denny noted the move to take "computer software" outside
of technical data. DOD did so and GSA is making an attempt
to do so. Mr. Postman advised that the reason for switching
to the term "dat;a" from "technical data" was that sometimes
"data" was riot actually "technical data". However, the
Working Group believed all data should be covered by the
Policy Statements~

Mr. Denny MOVED that the report adopt NASA's definition of
"data" instead of the one used in the report. [This motion
was withheld pending a discussion.] Mr. Kempf read the
NASA definition and noted that the term does not i~clude

financial, administrative, cost and pricing, management
data, and other information incidental to contract administra
tion.

Mr. Cooke suggested that the report be returned to the
Working'Group asking that the deliberations of the Sub
committee be taken into consideration. Mr. Denny sug~

qesced that the term "protectable data" be redefined
bringing in the FOIA concepts using the language of the
rorx.

With respect to the report on I-la, under Part III entitled,
Considerations, Mr. Denny stated he believed item 2 entitled,
Government ~inanced Work, should be redrafted. He noted
that in drafting the ERDA technical data regulation, ERDA
became more sensitive to problems as knowledge and experience
weregained. Mr. Neumann suggested that this is precisely
why it appears that Mr. Goo~~in's idea of writing regula
tions rather than a policy statement may make sense. He
advised that a policy statement is difficult to change,
and we could easily get boxed-in in writing implementing
regulations. A regulation, however, may be readily revised.
He ,also noted that in all probability, OFPP would return
the statement with the added direction that regulations
be drafted' to implement it.

Mr. Kempf noted that it would take areal concentrated·
effort to draft regulations. He suggested that he would
prefer that the policy statement go to OFPP and that OFPP
advise whether regulations should be, drafted so that a
concentrated effort may then be made.
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Dvorkovitz be Ing-Lfated by 'five.:institutions. Eight.· do nat

use any outside firms. However, of these eight, four have

their own research foundations. Of tihecremadndng -twenty-one

.who listed only one outside firm, eighteen use Research Cor

poration, two use Battelle and one usespvorkovitz; In all,

thirty-nine institutions have agreements with Research Cor

~oration, nineteen with Battelle and five with Dvorkovitz.

Question 6 • 'The results of the: answers tO,this question

regarding the number of disclosures, number ofpaterit ,applications

andmumbe r- of licenses processed pet' year are sunauar'Leed-dn

Figure 1.

Ouestion 7. Forty-nine institutions gave a response to

the question. However, only eight indicated actual percentages

for th~ distribution of the expenses. The remaining institutions

merely checked one or more of the methods of supporting the patent

program administrative costs. If only one answer was checked,

100% of the expenses was taken to be covered by this method of

recovery; whereas,_ if two answers were checked, the expense was

equally divided between the two methods of recovery. The

results' are,-Slimmarized in'Table III.
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WASHINGTON, D.C. ZOziIO
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Forest D. Montgomery
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It is possible that a-number of,the universities which re-

the un~versity may actually be recovering some portion of the

net deficit ranging from $500 to $60,000. Three schools re-

'; •...:
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the net income to the university, ten schools showed,anet income

average 'for the twenty-Live schools being $30,500. If. one examines

ported no administrative expenses and no royalty income.

Question 8. This question was optional on the questionnaire.

since only six schools reported any pe!centage of universityre

sources devoted to in-house development. Obviously, this question

was poorly stated andd1fficult to answer.

The third part of the question was dif£icult to interpret

question. The cost of administration ran as 'high-as $100,000~

pe~ year, with the 3veragefor twenty-five schools being $17,500.
2

The annual royalty inco,me was as high as $200,000, with the ~t

eventually be included in the indirect cost pool.

pxt the expenses as being covered by a .direct contribution from

Twenty-nine institutions answered some or all parts of this

actual costs as indirect cost recovery, since the salaries or

other costs involved in administering the patent program may

"ranging from $5,000 'to $160,000 while twelve schools showed a

(



Mr. Quesenberry MOVED that, notwithstanding the assignment
to this Subcommittee, the IPA arrangement not be extended
to the Section lea] "exceptional circumstances" provision
of the 1971 Presidential Patent policy Statement. Mr. Deeley
second~d the· motion.

Following' a discussion of the motion, the motion failed to
carry, with Air Force, Army, Navy and DOJ voting for the
motion.

Substantive Discussion

Mr. Denny noted that it appeared that the amendment to the
FPR on the IPA was developed. by' infusing the language of
the NSF and DREW IPA arrangement, rather than infusing the
language of the FPR with the IPA concepts. Mr. Denny gave
as an example, the words "granted a hearing" in Section IV.b
as opposed _to the _FPR language of the "right to be heard. II

Mr. Quesenberry noted five substantive problems ~

L substitution of "prompt" for "6'""manth period"
(the statutory Law problem was noted) i

2. SUbcontract area (requirement to assign inventions
to IPA holders - contrary to ASPR):

3. approved patent management organization (what
does this consist of- who is to establish?);

4. royalty income utilized. in education and research
(isn't this so broad tha± it could encompass
anything, for instance, is rasing salaries of
professors contemplated?); and .

5. is detailed information requested necessary (particularly
relating to fi~ancial matters, personal information,
gross royalties, etc.) •

In discussing rev~s~ons to the proposed amendment to the FPR,
Mr. Denny suggested that perhaps the subcommittee ought to
recommend that certain revisionsbernade to the FPR and ASPR.

With respeot to item-l, it was agreed that the 6-month reporting
period be maintained with a view that the. revisions'to the
FPR and ASPR could be'made later.

Mr. Quesenberry MOVED that the Subcommittee
information obtained from the universities.
the motion which did not carry.

whittle down the
Mr. Rusz seconded
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A. No. of DisclOsures
per year

(46 Responses) 20

B. No. of Patent
Applications

per year 20
(45 Responses)

C. No. of Licenses
.per year
(42 Responses)

·15 15 15

10 10 10
....
<0

t;

5 5 5

23456o 0o0-2 6-8 >11
3-5 9-11

0-5 11-15 21-2531-35 >40
6-10 16-20 26-30 36-40

o

Figure I
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D'RAFT: JEL: 5/ 20/77

As req~estedatthe&IPmeetingof May 19, 1919, the attached
rad-r-aftis aubmdbbed ,with, thoee vobeages that .veee agreed. to at that:
mee.tin-g. Some. chauge.sc are also .made. to par-tso fthe d'ra-it- no t discussed
at SIP:'s: last meeting: in- order to 'bring the. propose-d- IPA in' closer ccn-'
fjlrm'it:i". with FPRlangua~.a.. At its-last meecdag, the SIP went through
Article:' V(a.) of the IPA. SIBCOMuned Ln- § 1,...9.,107,..7 (a..). o f. the EPR•

To·:

From:"

SU:biec't,,:'

Member-s of··the Subcommi'tteeon Idtellect,ual,PtoJ?er:ty_

Jesse, K. Laeken , ,NSF; Norm La._tk~i',DHK:W;

and. GE:mE!- Paw,likows:ki, NBS-'

RevLsed. ,1J?A/F-PKamen,dnte.nt _dra:.ft·

.W~-,no.t-e', however, thIlt· bhe attached"dr:aftsbill contains. certain
variation!! fx:om current fPR' lang~ag~,in,tbe folloW'i·n:g sec.tdona w\:lich:
were not: .reeched by STP- at' its la·st meet;in,g)

3,. The: second- sentence of Arti-ele V(o) of the IPAwhich: is an,
8t.temp,t,to..deal with FOIAproblems~

We~ ur~eSIPtQretaintheab6veprovisions and; to transmit to:
GSA, aloQg with the. IPA emendmeac, some additiortal'stilendme,nt:s to:' the""
FPR to change the o.chee- Fl~R c.Lausea to confoea. with the.abb,ve cited
Languege., We> believe -ebe se changes--should nO,:t' becontrchrersjal and
shcudd.cbevccns-ide red by' SIP as part 0.£' its' review c-E: the. draft', These
we:re all change s recommended by some, of.thec,.otnlIien.tato,r:s- orr-t-he dr,aft
sene o1,1:tby GSA and are-, we believe, eminently: worthwhile, chaugee ,

l~ Be'contl'S,enten.-ce of Ai:'ticle IX{c) of the: I:P:A'.

2. SClne::o.f'the"t1rn'eperiQcls,.in. Arfi-cle. Vl(b) of
wi-sa the, subst'\oce"of t,hrs p,a'rag,raph is the same: as' the:
graitQtJ.stic:a!" arrangel11en,t· is: all,'improvement'..

-:
the lEA; Other
FPR although,the

To elaborate on these variations in, language, we believe the
changes...to' the timeperiqds·in Article VI(b) deal with routine
administtativ'Bmatte:rs and- merely extend slightly various time periods'.
tha,t are' .arbitrary in an,Y case. These changes in no. wayaffee't the
subs,tantive' .ri-gh,ts,-·o{. the Go"~rnment,
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is taken from' the -timeS disclosure is made to-the school

administrator until a patent is applied for ,-snadditional

number 'ofyears may pass before an item is licensed. One

should reatly view ehe-proceas as involving a large store of

patented itemsfna portfolio, which is "decr-eased very slowly

by either licensing or 10sso£ patent protectioridue to age,

and dnc'reas fng (at a much greaear o-ace-nhan the decrease) .:by.

new patents. Although it seems reasonable to assume that the

mO,st likely candidate's for

items, increasing pressure

licensing are the newer patented ~

on universities to market patents may •.••~
result irCs. number 0'£ older patents being licensed. Thus,while

the populations of research results may be nearly identical: for,

Figures IA arid lB, that for Figure Ie could; be quite different;

only a mo'retdetia Lfed<survey could tell. This e Efect; may well

become of evert greater importance in the future." With dricxeased- ~

pressure from the government to quickly bring research results

into practice, and the hope by university administrators for a

new source of revenue, t~e patent portfolios of universities

may well increase rapidly during the next decade'; with increased

pressure for marketing patented items, older patents may be

brought forth in a renewed attempt to license them.

Figures IIA' and B show,respect~vely, the distribution

among the respondents of annual administrative 'costs and annual
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Iterqa~, and:2ev:o:ked' cona,id.e,I,"'·able- comm~~:t': f'tom, peescns
C6rtillie~ting-otl thQ ',draft-" ~e'gulat'ions" and:'were: d'is'¢i,I,s:se4-at lengt-b
by- ~he,Sub:conttnit:te$;" on Unive:['sitY:P:atEt~.t_Pi:>,Ucy,:." ItapPE!ars,th:al:
SIP' s. action ,'. wag .besed sote1y -on. the-f<l<H:: tbat:, the- languag~-~nthe.
draf-t ,is__',differ~nt, ,front- that- of -th.e FPItwith"ou,t, a~y", ccns Lder at j.on
of:tb~ ,factttla~ it'm~y,r'ep_rQ'se'nt-a_ sU~8.t:anti'6.1; :i;mpro1fement. We
bel-ieve it is importa'rl't,-tll';at· inth-e nean. f't),tiir-e- t'he:se"'.t-'WP items .be
taken' upb'y SlP. fo'I,"' discuss:i,on. We would· p:refe'tI tha:t 'this: be dO'ne
in conJun¢ti'~ii wi:t::h,the- IPA amendments-',but.agte:e that it couLd. be:
de·fl!'t"redto, 'a··lat.,ermeeti-ng as lon€Vas: chere is',a,, cOilimitmen;t 'bySIP;
t:odi:scus's,' ttreee p,robletns.'o

The: oth:er: changes: that;' have been. Q.:roppec~, :ftQrn: th,h' dra$-t"J~·et'e
int;ende:d:' to addt-othe.... right.s,qf -the G~vEi:rnmen't. and we: have' no.
ob.j ecoi.on. to-leavi:n8,·,these Qut,:' i·f t,he., o_t:b.:er,a.f@nc;:~e-s :do'nq.teon:si:cle:r:·
th.am n~c~sa·al1Y' , "ThU$',:, th:is;',d~a:f-t dp,es:l1ot include' ths,} fo'l-1owing'
ite'll1e-found'in:,tf\apr,i'o,r,' dta,~t',: '

L The' l~s:t: sent'~l\C~:of:A~t:~<:;-1i3 Ilt{~J,~'

2. The la'Btl tl'it)': s~,n'e-e:nce,&,(j;f:-'At::tic'~e',V;I(a:l~
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royalties from licenses. The two schools having the largest

annual administrative costs have a large number of disclosures

and licenses (they are members of the "hfgh edght;" mentioned

before), but it will be shown that the correlations are not

simple ,ones. The disparity in royalties is not too surprising:

the twp schools earning more than $100,000 per year each have

licensed a major "wtrmer'"; the vast majority '0£ the other schools

have,most probably, only one licensed item which earns some

thing for them (although we have no actual data on that point).

It is, of course, of interest to see if'there are any

correlations among the variables. One might assume, ~ priori,

tha~a~arge value for the total federal obligations would,

through:supporting a great deal of research,· result in a

large numberdf disclosures. The correlation between these

variables, however, is not that simple. Figure III shows that

most of~the 46 respondents fall roughly into two groups. Lines

marked I and II have been drawn (by eye) on the graphs, with

parallel lines drawn nearby (at ± $5M and ± $2M~ respectively);

p~rhaps-eightof the points don't seem closely related to

either line but, for the 'sake of simplicitr, will be assumed

associated ~ith its nearest straight line. The open and solid

circles refer to schools who provided additional data'on ad

ministrative cost~ (Figures IV and V) while the triangles

represent'~esponses from schools which did not supply such

information. ~e:I~group 'is characterized by a relatively

large number, of disclo$ures per federal dollar (approximately
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CO) ACOfiditi,dn" Ij,:~i,tj;t"frr_ ante,xclu;S.1vce- licen$e- to .•'p\ilriQ,d'-not·
eube t'ati.b~do1·Y'"g;,.eatet:, tba:n,t:leces:8~r-y<,to: provide> the. inoent>i:ve",for
bringing·" theinv~ntion,:'tt:;l::'tlt¢ p,oi'nt.· of; praeti:aa:l' or,' co~e-rcid
applic.ation, an\Oi'top;~.r-l11itth~ 1-i:cetia,e-~, to-recoup;', its: coare. and a
reasonable,profit the~eon;

(E) ,A restri,ction tbat;·roys:l:ty,. charges, be-limit:epcto".what' is
reaso~a~le undertnecircu$~ta~cesorreasonablewtthin~tbeinduetry

involved;

(F.) A~ requ:i:t'eme,nt that::: the- org~niz.8,tion'_~s- rdyal'tyrece1-pt:s, a:£tei;'
payment of. adminia,t.r::aotba cost-a- and, Rsrnient:s to.,inv:ent:o:r.,:;_.bl;l._,utili.zed:
fot', educational· 0,1',' l;"e.s63rchc,p,\.IrpoaeSi;

(G) A Pt:'0v;].!i-1ou' permit,t·iug tiM!:' age.:n.cy .to:ex:eep,t ind,ividu,ill
con,l:,rllc,ta from '. the op~,ration;'of bhe. a'g,r.eementj. -

(H) A, re<tqi,)::ement, far- progress::rep9J:ta.'af:t::elf decS'ignlit:ed'PM"i9gc8)

(IJ .k: pl:':ohi,bi.-t'ion agai0i;t ,asa,igi:l.meQt':ot> inveu-ti,ons:- ",i,tl\O,lIb
G:O!lern~nt.al" ~pprqvdto, persons. Or:..o~gilnizatiqn-s',." othet', th an
assignme.ntlJ:" to,:; ap.pro:ved p.st,ent" ~na-g1l!.~~n~',organ,i;!l',atioJ,la,., subjee't to the-·
a!)ov,e conditions;, ~rid,"

(.J.-) A. Pfovisio~. pe~Il'litt:i.ng:termination fot C!)nven::i.en:ca by, eith·t,
par,t.y; uP-9n-; thirtty: d$.ys'W'ritt~n-':notice... '

(2)' Tlie,fQllowing, is: the, II'l.8:tittitional Patent· AgJ:"-eemlliut;·.:

INsTrTUTIONAL,pATENT:AG~E~MENT

an~ be~ween~ th~'United

,the - 1/
Ihia·Agreement· is', made' and: eneeeec- into. by

S·tate,scof Ameticaas- represented'.b:
bereina.ft,err,eferred to as t,he ',·A-gf).Mr:",~" .and ,_~_~~~~ _
herein'sftet'. refe r.red toaa the "1n,at·i~ution.·I'

WHEREAS'.,.' in, accordance. with the, Pt,esiden~,'siMemor-a;nl;ium:: and
Statement. of, Gov'e·rnmEmtPatent Policy, date.d':Augufilt' 23. 1971-" and th~

provisi,ons of. 41 CFR,1 ..9~lQ7-4{a) (6). it has" been dete1:'minedthat· the
Ins t i.cucdon. has' .a, tet:hno!og,y transfer pro.gram meeting '.the crit:e:,rd.:a· of
41 CFR, 1..9.109..7· in that "the, Inst;itution' ~ patent.:pQ:U'cY as set for.t-h·
in .2t and its techn910gy trail,sfer""pf-actices
have be.en'i'evi.'ewe:d: an:&',founct,a'c,c.ept,ab:le; 'and'
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3.5 disclosures, pet" nill1ion-dol1ars);,thefac:tthat--·the 11-

group has less than 0.5 cdisclosurespermillirin dollars of

total federal ob Lfgat; ions , would indicate that there is a quite

differen"t attitude toward inventions in these schools. Eighteen

respondents obviously belong to the I-group; twelve respondents

to the II-group. Five respondents belong: in the overlap region

of the groupings (although othe.r;'\correlations will be shown to

distinguish the group to which four of these five belong). Of

the eleven remaining points, eight others could"be reasonab~y

associated with one of the two lines, especially in viewo£

the coarseness of the data; the ~emaining three are rather

arbitrarily assigned "by eya", It should be noted that 28% of

the respondents whose answers could be used in this graph were

private schools, although about 38% of the questionnaires were

sent to private schools. This grouping will be further 'discussed

later.

It might also be assumed that' .. the administrative costs are

closely related to the number of disclosures. However, Figure

IV does not show any special. relation between the variables.

Some respondents with a relativelY,small number of disclosures

per year were having costs as ~reat as respondents having double

the number. Unfortunately, this area of annual;administrative

cost is a difficult one to assess. Many schools have admin

istrators and staff who spend a smaJl portion of their time



III~ Alloc~tiono£ prin~ipal Rights

(a) The>Institution' may retain· the encLre. righhtitle. and
interest throug~outthe~worldor·in any countrythereo£' in and to each
Subject Invention disclosed pureeant; to Section V., below, subjecc to
the provisions'of this Agr-eement. The Institution shall include with
each Sub ject; Invelition·di~closure an, election whether it wi'll retain
the entire right. title, 8Q.d interest in the invention throughout the
world or ioany country thereof subject to the rights acquired by the
Government in Section IV of the Agreement;p~ovided that: the Insti
tution. may request an excens-i.cn of-thetiine, for election.

(b) Tlia Inst~tuti,on agrees to, convey to the Government, upon
requeat , the entire, domestic right,. title,. and interest in any Subject
Invantionwhen the Ins,titution:-

(:i) does not elect under· Sect-ion In(.,}. t;o: r.etain· such.
rights; cr

(ii) fails·. 'to, have a United auates .Patient; App,licationfited
oath'e' invention in' accordance' with seccdcn, VI:{alj'or
decides not ~o continueprosac~tion,of suchapp~ic~

ation·;,.- or

(i-il) at any time, no longerdesi,res to: reta.in title:.

(c) The Institution agrees, to convey to the coveenmeae, upon
request •. the entire right" title. and. interes,t in. any: Subjec,t, Inven
tion. in>any foreign': country' when' the' Inst.itut-i9n:

(.i) doe-s, not elect' under-Section:- UI(a},t.o retain such.
right,s' in thecount·t;Yi or

Cli). fails to.'haNe·a- patent,ap'plica'tion. filed in the country
on, the invention' In. accordance: with,'Section VII(a):; or:
decides not to ccncdnue p:r;-osecution.of" such application
or- to pay any maintenance: fees covering- the invention.
To avoid forfeiture' of the. paeent application or:
patent ,. -the ·Ins'ti·tution ;·shall nouify the Agency· .not
less thiln.sixty days befo·r-ethe expiration, period for
any action- required. by, the, foreig.n,patent: ·of-fice·~
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on patent?natters;'" the -cendencyd.s c-p'robebIy 'to' underestimate

this cost. One might be tempted; however, to feel that such

cost~are not incurred to a great extent with the disclosure

but, rather, with the patent application. The disclosure can

be handled relatively routinely, with most of the wo~kbeing

done by the faculty member and a secretary; and, p~r~aps, a

faculty committee for evaluation (and rarely is' that cost ever

considered!). Once a decision is made to patent the item, an

administrator and a patent attorney, and their staffs, become

involved in voluminous correspondence, discussion of claims,

searches, etc. It seems probable that this leads to a good part
\

of the administrative cost.

The graph of annualadmin'istrative costs vs , number of

patent applications is shown in Figure V. Here, again, che

variables seem to fall 'into two groups, each centered around

the lines marked ~ and B. Although no parallel lines (or,

perhaps, lines which fan out from the origin around the A- and

B- lines) have been drawn, it seems reasonable to associate

thirteen pofnts with line A, eight with B, and- five undetermined

because ofcloseness'-'-to the origin (all of which can be

distinguished on the basis of other correlations). However,lf

one notes·t~atthese points can be found from Figure III to be in

the groups I or'II, we fbid that: of the thirteen "obvdous"

A- points, three-are II~points,and the other ten are I;;,

points; of the 'eight "obviousll,B- points, three are 1- points



v. Invent·iqn Identifica.tion. Disclosut'e,.s'., and Reports

(a) The Institution sha-l l. furnish the Ag.ency:

(i)

1'(:•., ..

(U)

(iii)

8. complete technical disclosure for each Subject
Invention within six months'afterc,cmception or first·
actual, reduction to. .pr accdce.. whichever occurs first' in
the coueee. of or unde-r- the contract. bllt in. any event
,; !' 'I!'!l) UpI:)h any on, sale. pub Lkc use," or .pub Heat.don.
of, theinven·tion known to the Institution. Thedis-'
closure shall identifythe~contract sndioventor and
shall be. auff·iaiently complete, intechnlcal de ta'i I. to
convey" zcrone. skilled, in: the art- to. which: the invention
pertains a clear understanding_af-the: naturej purpose)
op~eration.and~ to the escene known._the' phye i.caf.,
chesdcat ; biological cr eleceric41,chancte.d.seics'.of
the, invention..·,

Int-el'imrepoJ«ts,CfOi" each, contr,g,ct,at least- every.
tWeilye';mon.th~fr-;"m.the date. of-the ccnurecc. listing
SiJbJ~c·t Inventions" fot' t;h.e:p~riQd' and:;ce,rtify-ing"that·
all SUbje,ct I-t\'Jentions have- been-. disclQ:$~'d:,o.I;:;,th:at tbeee
ar~'nosu~h' invention$.

A, finalrep()rt within" three mdnt,h'S.af-t~rcoIJiP,'1\~·tion,'-of;'

the' .work under- any·,.con.t'raq,t·; 11.-6:ting~.'alt: S:ub j.~~t'" Inv.en.",
~i,ons or; cettHy,ing';I::I\8.-t< the,t<.e wer-e' no s.uefi,: inventiq:n-s~

'!!
(b). The:rnst;itut'L:on--:sh'all ~bt~in:pa,tent' ag,reeme,nts-_ to;,e,ffeetuate

the provis·i~nSl'.of .:·thiS': Ag,ree:mtmt from' aU. pereces-. in. its,.·eIllPloy" who"
per.£oJ'1!\' anypnt, of, the,wor'k.- undex:any:con:traate)tc-ep't,. nGn.tec!i:nic!Jl
p~rs(:mnelj. ,such:a:J cle,rical .emp':loy,ees.an_d',manu-al~ lapo,ret:'s-.

(c)· The In,s:t-itution,,,ag,rees,that. the- Govet'nmen.J::·may·du·plit.ate- arid
dis:cl'oa8 SUbj¢ct-:lnventcion~,di:sclo-sure~am:!i' $libJ~-o,t.. tQ'.s'~et:ion' XL.aH
other reports:, and- papers: furnished or. required:to,>be;, farnis.hed· pur'"
suaQt'to;. th i.s Agr:,e:ement::. .H-owevet:'~, if the, Ins't,itution is'.' to , t'ile •a,
p;a'tent.· appli~lition ·on"a,:Subjec't'·lnv.ention.,. ·.thaAglaIl(:y. Ag,tees '", upon
wt'i"t-ten', requ:ese:. of. the Institution.,: .. to use-it:s .• bes,t> eff.or~:9,:,ti):

wit:hhQ:l4pubLicAtion of . such ·invention:·dh,c-l-os~re-s.,un.l:-H. 4.p.a.tent·
appJi:Oab::ion.is: filed:' tner~n•. but, in no- event, .. shall:,th.eGQv,ernfQe:nt: or
its: olpl(i!yeei:1," be.: .li·able, ~oJ:' any· publj,c;ation thet:eqf""

(-d)'" ·.Th~,lnst:i.t(iti:on:,',s_h:a'U:, notb$t' O~' pt.qhibit:,plJ:lt'lie:4 t-i o:n, o'i;;',: .'. ,J.fb'~·~
diisc19'8U.reS;Ofc Si1bj,c"t, 1i""entiotl'B'.-on.,wh,i"Cb'< paMn~;. ..:apjJti:(Mr.ti,oJ\.lJ' ha.v"·· .'
b'een.:,·fi..l'l!:d.1.

32_635 0.78 _ 56
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and the remaining five are 11- points; the five points close

to the origin can be aasocdaced with the 1- or -11-:- groups by

assuming, that the above 'correlations hold. One cart recapitulate

the associations in Figures III and V: of the 26 responses

plotted in Figure V, ~ich can be found as 1- or 11- points

from Figure III, 14 :points can be associated with the A- line

and 12 with the B- lirie. Of the 14 A-points, all but three

·are 1- points; of the 12 B- points, all but three are 11- points.

Similarly, in Figure III, of the 46 responses, a1126 points

of Figure V are plotted. Of the 14 points of the A- or B-

variety which can be associated with the 1- line, all but three

are A- points; of the 12 points of the A- or B- variety associated

with the 11- line, all but three areB- points.

One may infer from the associations between the points on

Figures III and V that there is a group of schools, the 1- group,

iri·which it is 'seen as desirable to make as many patent

disclosures per year as is possible, even though the total

research support, as measured by the total federal yearly

obligation, is not particularly high; this patent effort leads

to a high administrative' cost per actual patent application

(A- group). The other group of schools (the II-B group) makes

few disclosures per year for the total research support involved,

and incurs relatively small administrative costs for the number

of actual patent a~plications. Thisls ,a matter whichcertai~ly
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(c) For each Subject Invention in which the Institution initially
elects not to retain rights orcreques cs an- extension of the election
period,the Institution shall inform the Agency promptly in writing of
the date and identity of any on sale, public use, or publication of
the invention which may constitute a statutory bar under 35· usc 102,
which was authorized by or known to the Institution or -eny contem
plated action of this nature.

VII. Filing of Foreign Patent Applications

(a) With respect to each Subject Invention in which'. the Institu
tion elects to retain principal rights in a foreign country pursuant
to Section I-II(a) o f this Agreement. the Tnsti~ut~shall have a
patent applicat-ion filed- on the invention in~ country, in eccced
ance with applicable statutes and regu Lat.Lcne, and within aneoE the
following, perio~s:

(i) eight monthsftomthe date' of a- corresponding: United
States application filed by or on behalf of the
I~stituti0?il4.E.iW.~~i!iJ_~icati,o~,},e;,n~~ fj~~
S1,X- PlO.nth..6£.a Ii,ST OR ,~~~t'0 _- '~pursuant to:
S-tfoa IT Ja~\<l0f --this A~reement::;

. {.<t,~.J 11M
(ii> six months from the dace a license is granted, by the

Commis-sionerof.- Patents and-Trademarks to -fHe'foreign
applications when such filing has been prohibited by
security reasons; or

(iii) such, Ionger period as may be approved:' 7 sg by the
Agency.

(b) The Institution shall oot'ify: the: A9;l;!ncy-of: foreign- applica
tions-filed and. upon re~uest'.sha,ll furnish an-English varsionof
such application,;.without additional:.compensation.-

VIII., Suhcontrac~s

(8') Exce'pt. as provided dn . (b), belQw. or when the subcontractor
holds an Institutional. Pate,nt Agreement- with the Agency" the Institu
tion' shall Inc Iude in, any stibcontrac,t wii~rea purpose of that sub
contract is the conduct of expe,;r:illienta-l. developmental, or research

~~:6i%=;;.~.. 1l\... ~!!.%m.tn: •.!;;;.;0 $ :.71'
..~. G-$"""Wi elM.-:
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the value of,these-resultsto theptiblic (admittedly, a very

~perfect measure). Severalpofnts can be "made on ;the basis

of these-,25 responses, all of..which can be categorized as in

Figure V, but with one I~ -school not responding to the royalty

question. Of the five respondents having over $40,000 per year

net royalties, three do not fall into the IIA -or lIB categories;

only two of the remaining twenty are not !AI-s or lIB's! The

implication is -atrrong that, in each; case of the five,· the in

cidenceof apa~entwhichbrought in a large royaley was not

related to any particular institutional patent policy. A

secondpoint-to-be noted isthaeall ofthe:respondents claiming

a net loss of $10,000 .pex year or greater ,(greater :administrative

costs ~hanroyalty incOme) are of the A group,·withtwo. IIA's

and six lA's. Of these six LA's, none are·private institutions.

Finally, of the remaining ,,12 schools ,which lost no more than

$5,000 per .year. (nor had -.~ gain over $20,000' per year">,

there is a mixture of four lA's and eight lIB's. ThuSj this

Figure implies that the strong administrative effort to ob-

tain disclosures,' when associated with a .research :.program

that is not ,well funded; will most probably lead to a signi

ficaneyearly financial loss.

It must be realized that these conclusions canbec9n-
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(d) The: ,Contrecece. sb"all, inc tude,' in',any, ,subc.ontt"~ct :~-l' ".'~,
c'l,au,se:, identical to this cla.use-or- the:_uPate.nt, Rights,', ...·
Acq9-isitio,R;by the covecneenc" clau,s!l' ·found<at:4l: CFR<
1~9',;101"-5(a) Us.- purpose .of tbei'subc.ollt';rac:t is-experimental,.
develo.pmental,:, or ,rese~.9,~~_ork." Ifa..8ubcontuctor-, refUs~,
to accept e~ e" f '¥:J.l' C1;ause~:o:r ifj. in the opiniono,f
the Contractol:'.,~.c.lJu~,e.ate,~inc-onsistentwit-h·tbe
policyse:t -forth in4T 'C'rR' 1.,.9,.107-3; ",th,e Cont-raQ·l;"or.
(1) shall promptly· notify theI'nstitut'iOn and-:{iO shan. not.
pr.oceed.withthesubcontrac~-withoutthe wri~ten authori~a~

tionof th,eInst-itution~ It' is undentood that' the
Ins,titudon',wi·Ll seekdireetion from the, .,
('inse-rt" naae of app,ropriate. Agency.).

(e) T,he; ::f1 :;;;:8, ",ihlill.~ep_l;l~,t" any ,s~-bc?nEra¢p'~8at'aie.illg-a
~ .. ," e c ause. to" tHe' tasxtcutr;,on'~ The Contr·actor,
shalL,not'.be oblig.:ited.: to' enforce,', the agre,ernents,' ,of. any'
aubccurreccoe beeeundee.. relating.: tc :the.Obliga,tions:: Qf the
Subcont-ractor to', the Gavern.~ent.'in"reg~rd. to S'ul:>j~ct
I~ventions. -

l'e-:nd, of, Clause:}

(b) In:the event: ot' a refl.;sal· by ,a,'sub<::ontractor'lO_ accept'either
of the clauses' sp.edf-ied' in', (a.).or~ iD·,. in" the opini.on,' of- the Ins-t;i...
tution-,these clauses are LnconsLs tenc with the pplicy,-sat forth: in 4·];
OFR· 1...9.:107--3; the Insti,tut,iO-n (i:} shallp,I'Qmp,tly submit a"writtea
notice to the. Ag:encyset,ting forth reason!'!.. for the Sub-c-ont'ractor':s·
refusal 'and' ctbe.r. pet-tineat in~ormation, wh;ich: may ex,pedi-te disp.osition'
of the'mat-ter; and (iHshaH not' proceed 'with. the subc.Qrttrao,t without
the written' authorization of the·Agency~

('e) It is understoo&,tha.tthe;aovernment is. a.' third piJ,r;tybene'"
ficil1ry of eny.eubconecacj c'Ieuse granting righ,t:s t--othe, GaveJ:1nmen€ Iu
SubJect Inventions) and, the-Institution hereby..> assigns, ee • the, Govern""
ment aHrignts that it wouldbave' to enfo'rcev tbe subconcr'accce '.s
obligations for', the benefLc of the covereeenc with respects toSubjee-t
Invent i.ons , The Institution, shall not be obligated· tc enforce the
ag~eements of any subcontractor hereunder r~lating totbe obligations
of .'. the subconcreccoe• to' the Government 'in r-egard to', subject rnven-.
tion,

(d) Nothing' in this Agt'eement is intended' to prec Iude the
Ins t.Ltu.t Icn. fr-om granting a eubccnteecccr rights. or an option, to
rigb,t$ in any inventions: made by the ecbccne.recece to' the excenc such
rigl:its are consistent with' 'the provisions of this' Agreement.
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sidered, atb~st, rather tentative in view of the 'rough nature

of the data. Moreover, the individual circumstances of each

echcoI must be considered in developing a patent policy. How

ever, the manner in which the data does lead to correlations

among the variables, and thus to conclusions which agree with

one I s intuitive 'feelings, make it desirable to carefully con

sider these results in developing a university patent policy.

It certainly:seems important to do further research in this

area in greater detail than has been done previously.
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(e) All' .Hceneee issued by the: rns;titution to other' thilnthe
G.Qverrime1l:t ',of the United, States I,mde,t', any,~~_tent appUoa:t:'ion:, or, P4~,ent

on a- SubJect- I:nvendon' shaH- be, made,expressly,'sul:>ject- to' th:e-cond.i
donsef, thisAg,;t:'eelUent~ ,The institution 'shaH,-,upon-, requea t.,
pr.omptl)', fur:nish copi'es, of '..any lice,ns.e' agreements' errte.red int'o" by, ,it
to ,the: A;g,€illH.

XC. P~ten,~:M,!Uia&e:ment'Org~l)i.zat:i9ns,'

The Institution shall-not' ilss.igll." any-Stijjject- Invent.ionto parties
(dtherthantheAgliilocy) ~"cept,' that: it may. make suchan aas'i;gnlllent -to
the foUowing·'p.ten-l\,~~gtil:mQnt·"ot'ta~i.tat:ion&-.,.- 8/
-o- oe. any",otbe-~,'patEl.tit 'mant'igement.-, cit:g.nization ,if: su!?,seqli¢ntly
appr.oved, by the Agency,. ,An"1' .asai.gnmenc. to' II pat,ent management or-gani'"
zol1ti-onsJlall, ~pe.Qi.ficdlyQe,:made.,sub'j~-ct·,to, aH'. the;' terlllcs",an.d
coni:l.lti'Qos': ,of,.thi';sA:g;'.eemen,t.

XI-~. R.Ei£ott.s·. otl'D.e-velop\i1ent, atld"CQ~i:'~U.l US~"

The ',lnst'i·b.ltion-slial1provide:: a" !dtt~n"annu~l:r~p-o.t:'t to, ,the"
Ag~m~}T 00: orbe,forta De:oe'\llbe>r3lSt.' o£,e~~tJ: y~a.r:covari,ng"the"p~,e¢~di:ng~.

year,. en4-iog,' s-ep;t.emb'eJ;',' 30,th'" regll,rding,: th:e-S't,a,tuEh, of" de \I,e1opment ,and
commercial' u:s,a ,tha,te is _be.irig- made- or in:tende:d'::w, be' madlOl' of::'eaoh~,

Subjea,t ,Invent-ion 'left- for" a!iminiatrcat:iol\to:. the I~6 t-iti.ttion-· !:lnd: tlla
steps', that haVe: b¢en.:'t.4tten:,by .the . :tl'.8,titution:to, bJiing", t1i!':~llvent-iOl\'

to, the·· poi-nl!-,of' prac,ti:e:-al, applic4:tioa;;;, 91 Slloh,'repol.'ts:shilll.ine'lU~'

information, regarding ',s tat,us. of. deve·1Cip'iieot,•. the· date'·off~rst· cOt!!m:~eJ'7
ci-d.-<sa-l:e or- lI:",e.,'.' g1;08'3 royal ti,e:s reci}bed. by .~he'lns,tit,utioD.' an~_ such..
ot,her'·. dllt'~.an~I.in£()rmll,~iQ,n.as'. th:Q·Ag~'neY: .may. reaso:na1:>l~,'specify~. ,T1)
the'e}[tent· dan'or. information .slIpp'lie<i' 'to, ,thi-s sec·til;ltt·' iscqns'ideX'ed
by a',1J~en,-s.ee,to be',p.r.iv,uege,<i"or' confidential and. iS50;~l'kedJ.tHe

Agen¢ya.tli-;:':ees,.~ha:t: .tCf.the-,egtent', permi,t-ted by· law itwiH, "not- diso:lose<
such'in'flirma:t,io,n.' ,.to, persons, outs;id,e.:the Government..

KI1'. InveRt,.ipQs: bt ~e4et'al,EtDR~oy:e~8"

No"thins"i'n:, ,this. Agreeme.nt;, shalF·precli:.tde.· the Gove,r~m~nt'·fn)m·

ob'taini-ng-,gre,9,ter: ri~p:ts in a Subject I"nvendon·:lll&de.. by; an; inventj)t"c
while 8",fede-ral- .elllp~o'ye:e.-
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JohnsH9:pkins ,::University, Maryland
KansasSts'te University, Kansas
Undver's Ltry of Kansas ,Kansas
University of Kentucky, Kentucky
Louisiana .scate Medic:al-Ceritero;;Slu.-eveport, Louisiana
I~uisiana State University~BatonRouge,Louisiana
University of Maryland-Baltimore, Maryland
University of Maryland-College: Park, Maryland
Massachusetts Institute of-Technology,Massachusetts
UniversityofMa.ssachusetts-~erst,Massachusetts
MeharryMedicalCollege, Tennesee

iUnfver s Lcy of Miami',Florida
MlchiganState University, Michigan
University of Mlchigan,Michigan
University of Minnesota, Minnesota

. University of Ht.ssour-Leco lumbda , Missouri
-Undver-s Lt.y of Missouri-Kan'Sas-City, Missouri
University of Nebraska~Lincolri,Nebraska

New Mexico State .. UniversitY,-"NewMexico
University of New Mexico,' New,Mexico
New York Medical Coll~ge, New York
New York University, New York
North Carolina State University~Raleigh, North Carolina
University of North Carol ina"Chapel Hill, North Carolina
Northwestern Univers,ity,.·:Illinois
Ohio State University-Columbus, Ohio
Oklahoma State Unlver e Lt.y., Oklahoma
University of Oklahoma, Oklahoma
Oregon State Unfvexs t.ry ; Oregon
University 6f Oregon-Eugene ,Oregon
Pennsylvania State University, .Pennsy'lvanf.a
University of Pennsylvania, PennSylvania
University of Pittsburg,,-PenriSylvania
Princeton University, New Jersey
Purdue University, Indiana
University of Rochester, NeW' York
Rutgers, The State University,New Jersey
St. lDUis University, Missouri
University of Southern -California, California
Stanford University, California
SUNY'State University-Buffao, New York
Temple University, -Penn'sy LvanLa _
University of 'rennessee-Kcoxvt.Lte ," Tennessee
'University of Tennessee Medical':,Unifs-Memphis, Tennessee



o:f sai'<l'Tnstitution;:,and.'tb4t this: Agfee:tnan(:' w,as. daly, si$t1edfor and
in .behelf of said Institution by,au,thority, of i-ts,'gover-ni:ng,;:body and
is wi,thin t.he- scope of_ Les. cor-por'at;e- ppwe~-s.

Witrie:G-s my. hand 'and,_tbese;at' of said cor,per.ation this day of: -,
19_,

(Cor-p'or,aneS:ea 1)
Bf ~

EXHI:lSJ;':L'A

CO~FIRMAtORY,INSTRUMENT'

('t-i'tb)'.of Invent_ion.)

'act (Gtoant) No~

Appli-c,ation, .f=O='~'..:====::;;;:;.:;.:;.:;;;::~;:;,:::...:::.~::.:::::_11lvei).top(s) _
Seria:hN-o~_ COrit1
g.ili'ng,pll,te.: J:n81:1.I:'I,1-1:101\ ~~_

The- invention, ide~_tif.i-e4-';abo';e'i a,' S," "Sub-ject,: lrivent,ion"'- uad~t:·

.",_="'-:'=::"=::"""" ('id~n-pi,£yIn:s-~it,.l'tional" ,Pat'ent Agreement' 'numbe~):
to wh'i'c~ cont~r-a¢~'(g~ant}NO.. , """""" wi,th:._- _
(.s:'J),ec,ify-:·. G_ovar:nment' a~n(l;Y':')" wall:'~Q.Jj'je(lt:.

This- document is confirmatory> of, the, paid;"'up, lice'nse-;, grant.¢d: to
the Goysrnment'· under ,thi,s'Contr.ac,t ('g,-'::8.0,t.)-, in. this" i,nventiQu:; patent
app:,li'cat,-iou' and. any re$ulting- pa~ent.:artd_of all ottre.r. righ·ts, .acquired
by,the.Governmen-t: .by;, the, ,referenced' A:g.reeme:nt.-_""

*Inn~'aecot:da~C:ei with Section IV· {a}·' of- the Agoreeme-nt'. the--Ag,'l;Iney'
has determine-tict,b-at a Hcense for- sceee. and'dOme.s·ti-c- IlUllic.ipal
gQverttmen.ts"·wi-ll not, be'.ob,tained,. the' foJ:lowing<sh'ouLci-bEi-added·: to!
the. Con-,firmato-t'Yi, TMtrumentN'

liThe l.-i'cens:,e--gr~nt:ed!' to", th~;,.Gl)v.e~lD.-e.nt· does, -not mt:'lul:ie",st-ate".
a.ad- dOn1esdc-.' munic.-i-pill'. g~ve-rnme:nt-ih,~1
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APPENDIX B

NORTHWESTERN· UNIVERSITY

REBECCA CROWN CENTER

&VANSroN, tlUNOIS6010:1

VICIIPRE!iII)1iNT r.oR 1lF.SI'ARCll

DllAN Of $t.'F.NCIl

August 17.. 1973

Dear Sir:

Northwestern University has recently revised its Patent
Policy and is now reviewing its internal peocedur-ea for ad
ministering- the policy and for promoting its inventions and
patents.

In view of the federal government' s increased emphasis on
transferring the inventions resultingfrOmiesearch to industry
for the benefit of the general public, there appears to be in
creased pressure On universities to develop successful and
aggressive patent programs. In order to establish a program
appropriate to the environment at Northwestern University, I am
asking for your assistance by supplying answers to an enclosed
questionnaire. When all of the results" have been collected, I
would be "most pleased to share the results with you or"with the
official at your university who is responsible for administering
yoUr patent program.

Thank you for your assistance in this undertaking.

Sin).i;;r/.el;;:t,/../!F )t.~7:
o!Vid Mintze~/ '.

r

DM/tj
Enclosure

(31') 4"'·3.(11'
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Notes for Completion ofIPA

11 Insert name of Agency.

~/' Insert reference to Institution's official policy statements.,
Jlt¥~'~!f;tea ox' te ~.

!!!

:2/

§/

V

-J.!

Some agencies may wish to have the agreement apply t(l all
inveneions reported after the execution of the agreement, even
where the cont r act; was entered into prior to, the agreement. In
such cases, the following language may be substituted:

"This Agreement defines, the xLgh t s- of- the parties hereto regarding
the allocation· of rights in Subject, Inventions reported after the
execution of the Agreement and made under contracts entered into
with. the Agency prJ d, Septem SO W ,including contracts
entered' into prior- to this A~reement.eicept, such contracts as, may
bespeci,t"ically excluded by the Agency. II

Agencies using this language which wish to ~xclude any cur1."ent
contr-acts, from the agreement should, add a- statement such,as _the
follow-i-ng:

"this Agreement shall, not apply, to the following contracts: ••• 11

..The bl lEer bI B d to 'chadd be c.gutpU!!·pu $d i tis sreement
5";''1' PPL6xl.Illate1y'hve years:

The· bracketed language may be' deleted but, normally it" is expectied
that Ins·titutiona-l Patent Ag~eements' will apply to- grants as w~ll

as contracts.

Agencies· may sp,ecify a. form.

Agencies·may.find' it usefu-l to. .inc Iude I1IOre' detailed instructions
hece on the format of these t-epc r ravand . tile. persons: to. whom they
should be supplied. The exact clause may have: to bewari.ed
according- to theagen~y's normal cont~act close-6~tprocedures.

If· none.are to. beused j inse-rt "none. II
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6. a-)Numbe'r~fDi,scl'os\l:rE!.~"proceaeed p'er"year -'- _

b) Number of patent Applications filed each year _

How arc the expenses '.incurred in the
Program covered~ (percentages)

7.

c) Number of licenses processed-per yea:r .~ -'--'-_.- r
UniverSi.ty Patent

___ From Royalties

"As an indirect cost item

As a direct contribution from the University

Other __""-_""- "-'-_--.,.._--.,.._

8.. a) (Opti~n~l) What is the estimated ennuaL-coet; of adm~nistering

the university's Patent~Program?

b) (Optional) What is the approxj.materoyalty incorne to the

Univer,sity£rom patents and inventiOns? ------

c) (Optional) What:is the average percentage of in-house

development?

9. Is your institution interested in reviewing the results of

this .~urvey? Yes _ No __-'- _

Please return to:

Name and title of official'
responding to questionnaire

Dr. Earl J. Freise
Office6fReseatcu'& Sponsored Programs
Northwestern University
633 Clark Street
Evanston, Illinois 60201

o
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(c:SJ , A':.coP,~?o~:>tbe, ,1l~.~m,8nt"s:iM.a~~, b't.::~t)ta:~~:e•."eng~g.~,I1-: in"
r••~t:l'.eJf,anI!' ,d~yeloR~"\tl~'.i : ~ri.itLe~ti~il&'.,tb:~:ir, 91)t-:i~~J~tt\_wi~b:., '.' ~g~Ii?' lltl
il'!."tl,,~ioD!I.: co.nceive4i::'cel~ febf':' tijEt,fi·r,$,t e-itne" re(jJ,iced-" to:,p.l?4~.ti"Ce', in'-,th~
ccueee, ,of:: t-heir,as,sigJ;\~d"dutie-s'i'

(6-) _ A:'COP:Y,: ,of,th·e, in"!l~b~:iolF~:ePQr,tc. fd~fp.' 0t::
uti:lt:e.e4;;for' p,r,e;p.8,t';!ltl-ioJ:\' of"', iny.et,lt,jpm t:apore~i',

ot,I.tili~(h

(7) A 8t8,t~/Ilent, whetlJ.t-th:eorg$ni,~~:ti'oIl":h~_$:'4~:

4g;t'eeme,nt, with any p-&t~n-t-',UJ.;i-nagetnel1.'" or·g~n_i&·!i;ti,on'QJ;'C9ns'I.t.tt-ant:s,:: l1J;\d,
a 'C,ORY ,of· lltly,'$'iJcltag'reement;9:j

($)" A:d¢9:cr:ip't~,on of· ¢l:e.- proli1~,,~n4:·i,nteilti-&n:s"~, ~,~; ,tb,e
oraani,,z,at-i0rt:, to Qr-in&.to.tl'hl"ma,rket, pla_ce invatttio.nato;: wh'ich,::i,t
r~:t!4,ig.s: tit le.:., inc,lu_di-ng,:a:etas,edp:t:i9U:' of· the:, e~fl:uitSyt~p:i'9,aUy

un4e~'tak,en by" Uie" o:r·g4nj.,z:.all:~,or:\h't.o>:-U-ee,:n8~:it'S-, inl1e-nt;j.on$j'

(.9); "A'·4.e,$Q,t'ic~tiQn"Q(:,t:~~·, or.3-(l-n~'ZatiOn! ":p:4,a~?',Wlf:~tn~;,
4~~.li4a,~:ion" ami· ,pat'Em:t, li~.en$itl8,"a~tivitie$'~' il)Q,l~.d,f.;n;t'i'®.
fo'11:0w4'n$!;'

(i}cNiJ1n1j'elt· of;, inv:ell~ib:ns'-t'~p'o~~~1i~"tp, .' di,e, ot:g4,n:iiza,tiioJi\
dl)t':i:tig; l:!4:C~:" 9'f,;t:1l'~: PJt$t "£i,v$" Y,a:ap$:-j;

U'i..l'lJl).Ulb~'t'/o£:' p:~C'~nta.i),pl~:a:iJ.tit~$": fi;led.dU.,t';ing: ea~h'·;
of" tb~;"Pll:SIJ,',ftv-e.· yeliW's:;: .

(iii~) N~ttlb:e:.r;'· .ot pllt;enc'8' obta:in~d~ d\i-r{n-g-, ~cb" of
P:~5tj f--i've:ye,ar.'ii-;',

(Jv)i N~,I\\l;),er,,of·i:e~cl'Us·j;v.e:,', ,l;i;.ce1i8~'s' is'sued,~ ,dilt:ing:, of.:
e@h"o'f, ttta; P·41ilt'·:fiv$'::y~IU::":'., '

(v')' N4m.ltQ,t;-'of noneX~l-uaive:;.ltcet\se$''t:,·ot1tet.;',tl1a:n'. th~se.

t08ponsOtt-i.ngGoya:I:'nm~n~' agl;!;1\cili!l:s:, i-nued. during·
ea¢b;of the· past. Hve.yea-r&+

(y.i) Gr,os's."royaH~Y' inc,ome®1:.i'ng,. each ,qf the' past', f~ve:
year-S'j

(vi;il A" g!i!rtetd"deec·rip:,tirin'c of royale'lea, ch&l<'ged'~
i nel u:di qg, ,mi,nitnUtu'4n4:·IllB;~:imum:· ro,y.·1;1i-y,: rate-'%-;
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UNIVERSITY PATENT POLICY QUESTIONNAIRE

1. What office and/or university official has responsibility for
adminis~eringyourpatent policy?

2. How·iS the decision made ,on whether to obtain a patent?

____ Faculty Patent COl1Unittee

_. By outside consulting firm (such as Battelle or Research
Corporation) -

_. By Univ~rsity, Patent Administratpr

What University Rank? -'-' -'__

____' By Professional Patent Promotion Consultant

Other _-'- -'- -,--,- -,- _

3.' How is the patent program staffed within the university and
what percentage ofttme does each devote to the program?
(Use "pxofeaadonaI" cacegordee , e s g , eng'lneez- ,lawyer,
secretary, etc~)

A

8

C

D

E

F

4. What type of firms outside the university are used in the patent
applicati9n program (e.g. paten~ ~ttorneys)?

5. Which outside firms ,does your institution use.to promote patents
and inventions?

._. Research Corporation

BateUe

None

Other ~ _
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(c ) FeeSE'!';' List.

(n The Fed,eral coordina,tl-nS Co~nciL foT;' S~Jen<::e'j

Engine.edng~ 4odTechnology. has' appoj.nued asubco~ittee to prepare a
list: of organiza.tions. that .have technology transfe.r,pr:og:rams meeting:,
the criteria set' fcnth. in §l .. 9'.109,...7(b)-. Inaccordanoe" wi-th indtv,i
dual-.agel\C:ytegu1ations or: proce;,~ui:'e$.thii; list, n1a:ybe used. in, lie:",
of: individual agency dete.rminstionJi ,of. eligibility, f ClIl Ins:t'itution:a1
Pat:ent Agteem~nts;: although the· inelusionof an organiut,ion'_on this
list. ,uPlessotherwise: prcvi.ded in. an ag~ncy},s regull1tionh will not
peec Iude the agency from ,declining , an; app:lica~ionfor.an, Ift8,ti-tutbmel.
Pat,e:nt Ag;reement-. It: is, also: expec t ed that tbis list,'llI4Y" be uaed- by:
8omeag~nciea.~ in connect-Ion with_ greate.r, right-,lt_ det.erminat·iohs or
requests for the inclusion of clauses in contracts g~vingthenon~'

profitorg~nizationthe first option to-principal rights iai~ventions'

mad~:under" the> contr-a-ct.

(2) Nqnt:trqfit or.go\lniz~,tiQt18 wishing ·to:ba included on "the
list ehcu Id. submit <1 reques't .ac-compani~d by. the inforw;lt,ion: set forth
in U-9.10S"7\a), <d, ,j0:[F
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Texas A &':M University, Texas
University of Texas-Austin,Texas
University of 'I'exaa-Houston Medical School, Texas
University 'of Texas Southwest~~n Medical School, Texas
Tufts.University, Massachusetts
Tulane University, Louisiana
University of Utah, Utah
Vanderbilt University, Tennessee
University of Virginia, Virginia
University of Washington,Washington
Washington University,Missouri
Wayne. State University ,<Michigan
West Virginia University, West 'Virginia
University of Wisconsin-Madison, Wisconsin
Woods Hole Oceanographic Institute, Massachusetts
Yale University, Connecticut
YeshivaUnivel:'sity,: New York

/
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unnrsn STATES O'EP,!'~Rn.IJ~I\lT·OF
n:<iti<li'1<>1 8ureau ofSti3ndards
wesn.naeco. o.c., 20234

OFFiCE OF THE' DlnECTOA

COMM:;::fCI;

//51-

June 8. 1977

MEMO~UMFORD~str~but~on Be1o~

From: Eugene J. Pawlikowski ~.;.~\\l
Paten~:Advise~ .~,tl

SubJec.tt- Revised YrR/IPA Ame;rid¢~Jt

PATENT BRANCH, OGe
DHEW

'JUN14 1977

.'-- ~,:,-,,~.......,......'-

Iamcnclosipg' a copy of,,'. the I~A<whi;qh:I.:have r'ev;:i$ed"i;il~p:rder,

to '·(1),. ref.l.ect ·certain.- sUbat~nt:iy:e'cha,ns:es~~g,1;',efad::to-:·1:1Y'SIP:.~t

its Hay 19, rneetclngand {2} b:rirtS·th~i-TP~ int:o-: ~()nf;~.mna,Me;w~t:h.
the F-PR·. c.tacse 'to the. rruly.imu.lnex;tcn,tpo:s:s::Lble.-, .Ie "havepe~form~d;.

t,h,is .rut-her laborio.uB ·cl'~:r.e.-foTt'tl1~'~bEmq.f:~t:,.Q:E:,-.~I·r"~ .SQ·, tt\~,t. bQth·
det'ractor~:and supporters oft'tle· IFA 'maY· ha~e·'.~'~ ls,Si:' 'a; comin,on.,
gvo\.tnd'·fromwhich-the: IPA and;tlt~'PPRmay'be c:ottlp.-ar;/i!:d.

~ther than- at'te1!lp't here'any a1iaJ.;Y~i;~· of.-thli'ch~ng~s'lJlade,l-,V"outd·

suggest that we-get, tog€!ther- pdor,.to- June: 21'. ~n,.ot:der topreseTit
to each ,aLSIP' s membet-a a copy- of, the IP,A,+p'.<t,'for,m'",eYidenc:1ng
0\'11: agreement lls.-to all,.,··or .aSlIl4:ny,. as po~s,i'i:l:':1e•.:,.Q.f, ~ts',P:J:::P-Y~$:i.-orHh

Any, forwardirtg let-ter.. to ac 70mpany. the lP~'co:u-ld".h,l?~epa:t'edat

t.hat; time •...' I leav€!"it,' t'Cl'Jess~,Iia!>~'el1i,to'--a't'!'a~g~:S\lCh a<tn.eeti;ngv·
I am. unavai1able.·Jun~' 14 .. becatlse:·Qf- per-s(}n,g,],',p~a.n,$,.:

Viewing·. die. cli~1'lges,to"che . IP/\" es.. a,whole , ..1'. tl't';U'd(;" 'it: need's .:to
be .kept ... in .mind,- t¥t:d,espito. the 'changes' in:' 'Wot:d:rng,wlii~.h:·;l--,ha~$
Proposed in the at~acned'reVisi."on,,_... tihe Section', 1(a}'l:Hl'l,i-;ifi;'pfth~

IPA•.. ",hieb: was endcr-sad. by' ,t.h(e··COIIinif:tt~e on.Gove"r.j;'l.'inl'int,Pa:~~tlt':P:lJl.ttcy

on September 2-3.197.-.5 .. and a~ail;:l' ren~wed:'byvot~a't t~*'-l:a~t',SIP.

me'l."~in:g.:i.i preserved intact.

In reviewing the .foUowingmatedal.:.o.m:i,t the"p,'aTt·s,st,t'ue'k.' through
andinsertth~parts.und~rl:i.ned'. Marg-ina,l ent·rtes.-'a-rereference,$
to~:pplicable sections of. 41'GFR Ps;rt:l-~:aT:l~',arj;l>i~t~Rd~4a'S'
expLana tfon. of ma:OY'of" thea,d4~and/or" .d,elete(ikpar-.t~;;

Enc1;osure

Disttibtitlon

t4f'eJ r'l!lan:J'~La t leer:
Jesse, 1ask¢n'·
Ju.seph'E., Rltsz

32~635 0 _ 78 • 57

",,«<lOU>.'I');,

{,5f}§)
'~i.). ~'ll""':
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APPENDIX A

LIST OF SCHOOLS

University of Alabama-Birmingham, Alabama
University of Arizona, Arizona
University.·:of .Arkansas ) Arkansas
Auburn University, Alabama
Baylor College of Medicine, Texas
Boston University, Massachusetts
California Institute of Technology, California
University of California-Berkeley, California
University of California-Davis', California

. University of California-Los Angeles ,_ California
University of California-San- Diego, California
University of California-San Francisco,Califor~ia

Carnegie Mellon University, Pennsylvania
case Western Reserve University, Ohio
University of Chicago, Illinois
University of,Cincinnati,Ohio
Colorado State University,Colorado
University of Coloradq, Colorado
Columbia University, New York
University of Connecticut, Connecticut
Cornell University, New York
GUNY Mt. Sinai School of ~dicine, New York
Dartmouth College, New Hampshire
Duke University,North Carolina
Emory University', Georgia
Florida State University"Florid,Ci
University of Florida, Florida
Gallaudet College, D. C.
George Washington Universi.ty"D. C.
GeorgetownUniversity;D.C.
University of Georgia, Georgia
Harvard University,Massachusett.s
University of Hawaii, Hawaii
Howard University, D. C.
University of Illinois-Urbana, Illinois
Indiana University~BloomingtonJ,Indiana

Indiana;University-Indianapolis~Indiana
Iowa State University of Science &Technology, Iowa
University of Iowa, Iowa



The. change in Arficle IX(d dealing W'lthroy,a1:ty rebates is,
perhaps, mote, substantive, but Ls.a sLgr)ificant improvemen tvandvdoea
nee- ,aff~ct,) except prQhal~ly foe- the batt'er j. the Go~ermIientI's'right:s.
We believe ,it: aeke a noee. eenee.xo-bac-e contractor from, changing
roye l c ies. on. sal.esbyhis Liceneee a-co the Government than fOr the
covecoeenc toallo...-him:to,charge them eud-Ehen collect t he-n hack.
It would seem that in this' way the seller· wouldhavano reason· to
charge the: Gove ru.neut; foe royalties, i.ncthe.vf i.r s't place. And if it
did charge" c Lear Ly the coveccaeuc would have an, act i cn against- the
se11e1:' either for fraud or under the Cost a~rlPricing Data/Truth in
Negotiations, procedures.

The second sentence of Artide: V(e.) is an attdiilptto deal with
the p,C'oblam'ctea~ed';'y,tha.In t e cplay of the,curren'tFPRlangl,lage and
the FOIA~- Itsh-ould be no ted that; as. IiIdttenthe·FPR, might have the
e f.Eec.t; of; ceeee.Ing a statl,lboJ;'ybar' to patent LnSwhan A. disclosure 'is
made becuuse () f th,~ 3:.,tailabilit:yof: the d isolosure-. under the~OIA-;

We urge SIP :nembe~s eo be.. pr epaued at __ the next meet.ing· to d i scuee
and e Iebee- aC.l;!ept.:t:he- propo.s,ed hng,qage or draft'alteirnative
languag¢ to· deal wit'n' thisproblern.

We fur:ther recofllltlandtb,at. s-i1?,. eitbe,r, ac. its, next; meeting 0'('

a e a meet ing:' s~onaD~'e't'r,e,view'QE,.the IPA' amend.neu t.'i6,el)'npt~ted';
focus Qn'tIle.. £oUow1ng items' which' rapI'esent Language. that V;\$' CQI1~

te Ined in the pc toc draft but that'ha'sbeettdroppedfr,om this draft:

Uele.tiO'l\,·of. the,lI wel f ar e'·' Language in. IV(a.}(2)(HY'w~s done
bee'~ilsetheFPR'Leaguage ci s Lacona Lscene W'iththe, PreSident"!; po.l Lcy ,

L TIle time for 1:'epi'H;'ti'l~('Qf' iuvent Ions ,

2 •. Th'eh,;t~il,:a&:r::<tpJl.:'in.\'t"tJc'-le IV\1:» 9:f'the pdQt', dr-af't;
deal ing ,with ,m'ar'c,h,-·in' proceduees.,

3. '1ho, l.Mg~Ja~.e,'of IU',(c){ii).' dealing .vith fore-ign fiti'il@:i;;
priot" to' an a:geri-cy request:' f6,.,!, t·r'M's£er-' of right,,> .. (Th:f:'3' i.a .<t

lnor.tectltiio'al:· improvement which'might possIbLy. be -C'~C~)'I~ Lde.red .at
the neKt.lIieetL'og, aridit reated in',thesa~e manne'rc aa suggested for, the
roy~ltY.FOI4~ ari~ time period'variations, Iti~,not' nearly'as
i!!Ipottan:t·· as, 1" and- 2. ):

Items' 1 aod 2 evoked considerable comeent froit! persons
cotn'J1entin~r:o:nthedraft' r,egulations--" and ware d.i ecnseed- at; length
hy ttte Su.bclj'n.uittee·on Univeni:ty, ,Pat:tmtPolicy:;, It· appe a r.s that
SIP-'j .1c,tij)n~m.s, based: s'olel)'on:the' f-"a~t that the language int:he
draft" isdUferent·frofll' that- oft-he F'f'R .... ithout ,<tn.t cons Ldeee t ion
o f ttie,:f.act· that it '(Fly "i~r)l"'~S'!il.r; i'l. sl\!)stallt,ial'.improvement. We
be.l Ieve ·.ie is;:. imjmrt,i!nt th.i'l!:- .i'l the ,l.Me Eutuce these' twp-'ite!us,·be
taken;,llp,hy,.~tr·fQt'· discussioll •.. W~. 'o1I)ti·lcI' ~r.~f'1r, that this be doee
in' conJunl:;-t,iot\,' ",ieh,.th'a' IPA' alD~dmen-t$';.' but agree tllat Lt could' be
de.fer red' eQ.'a, later me:e-t'in-g as"loitg .aa. thecevi s l.l.e't"MIi.t,'\j'~l1t·bySIP

to: d Lscue e. t-lt-eJ;;.e,p~obiems~
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(D) A condition limiting any exclusive Hcense to a period -not
substantially greater than necessary to' provide the incentive-for
bringing the invention tathe point of practical or commercial
application arid to permit the licensee to recoup its costs andie
reasonable profit thereon;

(E) A restriction that' royalty charges be limited to what 'is
reasonable under the circumstances or reasonable w~thin the industry,
involved;

(F) ~ requirement that the organization's royalty receipts, after
payment of administrative costs snd payments to inventors, be utilized
for educational or research purposes;

(G) A prova a t on permitting the agency to except indiv i dua I

contracts from-the operation of the agreement;

(H) A requirement for prcgrees reports after des Lgna t ed.vpe r Lods ;

(ll A- prohibition against as-signment of Lnveat-i.cns without
ccverneenuef approval to persons or organizations, other than
4-ssignments to approved patent management, org.ani'z at Lona eubj ec.c to the
above cond Lt Lcne y- und

(J) A prov.rs ron permitting termination f6r convenience by either
par~y upon thirty days ~ritt¢n,notice.

(2') The' following is the Ihstitut.ion&:V Patent 'Agreement:

INSTITUTIONAL PATENT AGaEEHE~T

and between the Unitad
, cue 1/

Th.i's: Agreement is made and entered into by
States'.ofAmeric~as repxeee.nted b. ..
hereinafter' refereed to as the "Agency, If and
hereinafter referred to as the "tnstitution•."-----c....,~------

WHEREAS, in' accordance, wi thvtne p.re s-ldent t s Me.moranclul\l' and
Searement of Gcvernaenc P'at ent; Policy dated August 23,,1971, and the
provisions of 41 CFR 1--9.107-4(a-)(6), it has been idecermi ned that the
Institu~ion has a technology transfer prog~ammeetingthe c~iteria, ~f

41 CFR l-9~lQ9":'7. in th ae- the-lns'tituc.ion,ls parent. policy as set forth
in 2/ and. its· technology trans'hr .pr.ac t dcea
have. beeriv rev'i.ewed- and' found accep.t·aple;' and

I·

I
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deserves greater study, especially in light of the fact: that

Figure IV does not show any such correlations. The fact

that the number-of patent applications per year tsnot pro

portional to the number of disclosures per year causes the

doub Le-gxcupdng of Figure V to disappear. in Figure IV. One

may ,infer "scenarios" in which, in one case, an administrative

group has been set up to press for disclosures ,. and vpat ent; :and

marketthem-~althoughthere is not a research base sufficiently

large to expect a great number of marketable Ltiems j and, in

the other case, a schootrtn which disclosures and applications

are treated as a rather secondary matter by art-administrator,

who does not put much time or effort (or· money) into the,pro

gram. It istpresumablYt the strong research base of the

second case which does produce patent applications , in spite

of the uninterested administrative attitude! Finally, it

should be noted that the eleven LA respondents include only

one private school; of the nine lIB responden~st there were

six private schools.

Figure VI is a graph of the "end rreeu'tt ;" the annual net

royalty income (royalty income minus administrative costs) vs.

the number of disclosures per year. The purpose of all of the

patent policies is presumably to get research results to' the public;

it is not\mreasonabl.eto assume that royalty income is a me,asu.re ,of
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UI. AUocati-on.:of P.t:inc·ip~l Ri-gitt-$":

(a) The Instit\1tion may'retaii:a the ent.i-r-e,righ~:",ti,1:Hll'ano'
interest thr'ougboutthe.wor.ld"or in any cOl,lnt,ry:thereot in,And; to' eecf
Sub j eot; Invention diec Ioeed p.urSI,l4nt, to seccdcn. y,.;' below. Sl,lbi¢-ct-"',tQ
the'provis~ons,of thisAgreem~t. Th~Institutioashall inc~~dQ;with
each Sub jece .InventLon. disclosure, art',e1eccion·, whe.ther-, it,wiU . retain
the, entire, r'igh·t , title, and' interest.in the, inve:ndQnthrougl:)out> the .
world or in any country thereof· subject to the rights, acquired by: the.
Government in Section IVoi the Agteemenb;.provided,th4~theInsti~.

tutian may: request an ex.-ten~io.nof the time forel'ecd.Qt\,_

(b) The: Institution.,ag.t<ees; to"eo,avey to, the. G,overnme,i:at,., uP9.u
reques c , the' entiredOm:e&:tic,rigl,1,t'l ,title. and .. interest in ariyS!:lbject
Invention w~en the Institbtion~

(L)" doesoot efece undee- Sectio1\IUta). to retain- su~b

rigl)\:s;-" oe

(ii) fail,s; tq havea:tlnited·S,tat:e.s-.Pate,n:t Ap:p:licatio~ filed'
on- th!9' iave:ntion- in' .eccecdanee- with Section:, V't(a,) j;qr
dee Ide's n'or. to ccncfnue- p;ro.ae,cut-i:ou., of' sl,1¢h",appli;~;..,

atioQj .or-

(Hi.)- at, any t,:ime , .0.0, longe·t' de~ir:e;s; ,to, ~ta·.iQ··;ti'tl:e,!-

(c) The Institution'agrees toiconvey totlte;qovernment'l upon
request. the entire right,title .. and iQt~r&stiil.', any Subj~<:;tInv,eA'~

t Icn in any foreign country: when' the Inst~t-ut:~Ol\':

(L) does net; elect under Section IH,(z:i,):t.o- ret·ai:n eueh
rights in'the.country;.or

(ii) fa,j.Js,· to-heve a •pa t en t.. application', fi,le,q··.in the. CQu:ntry
cncthe invention in, accoudance with Sec t-i on v-rr(a}; or
decides not .to -ccnt i nue .prosecution of.. such <i:pp'lication
or to pay any .aaj.ntenance feesc,overing the invention.
To avoidfodei·ture Qf the patent'; appl-iCat-i9n or
patent, the Institution shall notify toe Agency not
less than sixty days before the expiration period fot
any action required by the foreign p<ite.nt o(fice..,



'-~'''''''''----'''''''''~---------"7'"--.

20E

:::f
o
::>
2 10
<t:

x

+

+

+

5 10

x

A +'"
lOOK

40

Figure :ll
(26 responses)

+ Pts. close 10
curve I on
Figure m

X Pts. close-to·~I-~~
curve II on
Figure m

B

15

Number of Patent Applications per Year



.ltlU.l

v, !p.v,enti:On Id~tltifica,t-i:Oll'" Dis¢To:.sure,s, auq" Re.p'or.t~

(a) The',Institu.tionshall--fllrn'ish. the: Agency:

(i) a completetechnicaldisclosurecfor e~ch ~ubJect

Il;l:vent.ionw~tbin si}!f,months: after concep.tion or first
actu~l reduc,tiontoprae-ti.e:e-- whichever occuretfi rs t in
the cQurseofor undertoe ·contrac~, but in any event
prior· to any on sale, public use, or publication of. the
Inveuc-i.cu knosn to the Institution. The, d'i so lcaure .
shaUid,entify the: contract and, inventor and sl1«1'1' be
suBficientlY,complete-in technical detail to convey 'to
one ,skilled' in the art to which the invention, pertains a,
clear' 'Utlderstariding,.of the nature'.-"purp sa",op.erati/Jo',
and, .to the exreoc known•. the physical', chemical,
bi,ologi.,cal or,electrical.char.acte.ri'-stic of the
irtvention~

(ii); Ent e r.i m. rep,ort;s 5/ fur eech xonc race at:,leas·t ever·y,
twelvemontb:s,froIl!' the date, of, the: contract" li,s·ting
Sub j ec t. Inventions f-or the, periOd.and-cert'ffying, that;
all Sbbject Inventions have been-dfac.Iosed. or' th'at; aheee
are nos)-lch inventi:otis~

<:t C'C ~to"'·..btc..
(Hi,): AAfinaI'repo;r,t wi't-h.in,;·three mont1f~' after. c~mple'tibn"of

the work underanycont-ract; !istingall Subject Inven
tions or certifying that, there were no such. inventions. if

(b) The Institution shall ob.ta Ln patent agreements to effectuate
the pnov i ati.ons .of this Agreeifient from all persons inits'empl"oy who
perform any part of the work- under aoycontract except . noncecnrdce I
peeacnne.L, such as clerical- employees and manual la-borers.

(0) The Institution agrees that 'the 'Government mayvdup Li.ca t ev and
disclose SubJeCt j nveut Lon disclosures' and, subject to Section XI. all
other reports and papers furnished or: required to befunii'shed pur
SU-\lnt to this Agreement. However, if the Institution is to Ei.Le a
patent application on a, subject Invention, the Agency ~greea, upon
written request of the Institution, to use its best- efforts to
withhold publication of such invention disclosures until a patent
application is, foiled the ron , but; in no event shall the Government or
its employees be liable for any publication thereof.
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(c) For each Subject Invention in which the Lnst i tub-i cn initially
ela:et~,',not,to ,retain: rigntso;r, requea ts an extension of the election'
period; ,the Ine t i cuc i on shall inform the Agency pr ompt Ly in'writing, of
the date and identity of any on sale, public use, or pubHeat Len of
the invention which may constitu,~e a statutory bar under 35 USC 102)
which was authorized by or known'to the Institution or any conteo~

plated action of this ,mit:ure.. ,'. . ,,',

VII. Filing of Foreign. Patent Applications

(a) With respect to each Subject Invention in.wilieh·the fneui.cu
t.Lon<e l ec ta .to.rre t a i n principal' rights, in a foreign country pursuant
to Section III(a} of this Agreement, the Institution shall have a
paoan t; application filed on the invention in: that country; in accord
ance wi t h applicable statutes and regulations. and- within one of the
following.perio4s:

(L) eightmnths fr:om the date .of a corresponding United
States: application filed by or on: behalf of the
Insthu,tion; or i'f auchran app.Li.ca t Lon is not: tHed,
six raon che from" the date the invention La. $ubmi,'tted'in'
a. disclosure pursuant, to Se'ction-::VCs.) .•• of tni-s', Agr.ee ....
meat;

(ii)six, months, frpm che. date a license,is, granted by' the
Commissi'oner of Patents and Trademarks 'to: file, foreign
appl Lceu i.ona-when such filiflg. has- been prohibited by:
security reasonSi o~

(iii) such~ongerp€iriod as may be-tappr cved- byvthe Agency.-_

(0) The Institution shall notify .rhe Agency: of foreign applica:~

tions filed and, upon .. request •. "sheLl, furnish an English version. of
such application without additional compensation.

VIIT. Subcontracts

(a.) Except, as- provided in (b), below, or .vhen the subconc.rec t oe
holds an Institutional Patent Agreement with the Agen-cy. the Ins.titu""
tion shall include in any subcontract where a purpose of that sub
cont r ac t iD the conduct of experimental. developmental, or research
work the ,following clause:

'I

I

I
I
\;
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(d) The Contractor shall include in any.subcontraet a clause
identical to this clause, if a purpose oft.he subccnt rect, is
experim~ntal. developmental, or research'work. If a
subcontractor refuses to accept this clauses or if; in,the
opinion of the Contrac·tor, .this clause .Ls incous i.s t'en t with
the policy set forth in 41 CFR 1~9.107,...3-. the Contractor (i)
enel I promptly notify the Instittition and (ii)shaH not
proceed with the subcontract without the written
authorization of the Institution. It is understood that the
Iua t i.eut i.cn will seek dir;E'cti:m from the (insert name of
approptiateAgency).

(e) The Contractor shall not be obligated to enforce the
agreements of any Subcontractor hereunder relating to the
obligations of-the Subc;:ontractor to the, cove rceent. in regard
to Sub j eob Inventions~

{'End ,6£,' G-lause];

(b) In the event of a: re~\J8dbyasubc(mbraQt'ot: t-o accept of the
c-Lause sp.ecHied.i in' (aI" or - if", in the opiniqn of.. the; Insttt:u\:iou.
thill,c-l'8use-' is- Incons Ls.cenc- witn the policy"set forth irt>4l- CFR
1"'9:.107,-3, .the lnstitutiQU'(i) shall.-proInpUY$ublll~ta:~dt"ten ,notice
to",the Agenoy sel:,tingror,th reasons".fQt' the SUhcont'rac;:torls refuae'I
and, oth'Ei,i peeeinenc infor'mation, ,which'may: exped Lt.e ,disp:osit-i,on-, of, the
lllatte1(; and, (ii) shall'no_t prcceed-wi.tb th,esubcontr/l.ct withou,t;the
written, ,autliorizi:ltion- pt" the Ageilcy,.

«).) It, is-- understood- th-at th'e: Gbver~n.me:nt;is a. third,' party.-bene
ficiaty_ of any subooucrec t. clause granting tights to the. Govetnment' in
Si.lbje-ct- Inventions, and ehe In$-tituti-on- n8;,rebyas-~-itn$"to.; the Govetn
mentaU' rigt)ts. that" it, would, have to enforce. the: Sl1bcon-trac-tor-~'s'

obUgs,tions: for- the bene f Lt; oftne-Gov-ernment, with-respect> to'Siibject,
Inventions.. The Institution- shall not be obHg'ated:to: enforce' the .
agreemen~s .. oiany- subcontr ac.t orv-he r'eunde r re:1-at:ing_, to,th:e-, ob tiga,tioils
of-the Suboontract'or-- to theG-Overnmen-t in' r'egaed . to,:S_:ubjectlnven'"
tioo.'

(d) Nothing,: in thisA'gl.'ee1Uenl; is int-ended- to; p,r.eclud~ the
lrt'st-itu-tion fl'omgnnting' a subc-on-t'racto,t' rigq.l;',s",o!:'.:an- op,tion-t6,
rights in, any ip,venti9ns-_:mad~.:]:)ythe subcont'l:'ac,t·,o1'" to,,' the~:ex,tent·' such
right:,s-,arecQQsi.st~l1t',with-, the, prov.;i:sionsof-- thill' ASteeil\~tit,.

I

r

I
I,
I
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(e) All tt.censes issued by the Institution to other than the
Government of the United States under any patent application ,or patent
on a Subject Invention shall be made expressly subject to the condi
tionsof this Agr~ement. The Institution shall, upon request,
promptly furnish copies of any license agreements entered iaw 6y_ U-
ta the 4gSfiQ) rc

x. Patent Management Organizations

The Institution shalL not assign any Subject Invention, to parbies
(other. t.han the Agency) except· that it may make such an assignment to
the following patent management organizations ~- 7/
-- or any other patent management organization if subsequently -
approved by the Agency. Any assignment to a patent management organi
zation shall specifically be made subject to all the terms:-and
conditi-ons of this- Agreement. '

XI. Reports on Development and Cbmmercial USe

The Institution shall provide a written annual report to the
Agency on or before December 31st of each year covering: the pr-aceding
year endirtg,Seetembet- 30th" regarding, the status of development. and
cccunerc i.e l use that is being made or Ln.t.ended to be made. of, each
SubjeCt Invention left for administration; to the Institution and rhe
seeps that-have been, taken by the Iusci.trut i cn- to bring' the invention,
tovthe point of prec t Lce l application. 8/ Such repotts.shallinc1ude
information regarding status of development. the daee: off-irst consne.r-e
cial sale or use, gross royalties received by the Institution and such
other data and Lnforma t Lon as' the Agency may reaaonab Ly vspecLfy , To
the excent data- or; information supplied til this section is,cons-idered
by, a licensee to' be privileged or confidential and is so marked, the
Agenc:yagrees that to the extent~ permitted by law it will not disclose
such informationtb per:sons outside the Government.
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four of ,the seven schools-applying for the most patents per ye~r

are among the nine schools having the greatest number of dis

closures per year. However, since they have a median n~ber

of 11 applications per year, the median of this group pate~ts

about the same percentage of disclosures as does the respondent

group as a whole~ The median school Ijcenses two items per

year, indicating a 66% license-to-patent application ratio,_,but

the numbers are so small that, this figllre is probably meaningless.

~owever, the ten Schools having the highest-number of licenses per

year,' which includes:eight of the nine schools having the highest

number of disclosures, license about 50% of the items for which

patent applications have ,been made. The median school in the

remaining group places about one license per year, which g~ves

a license for only 33% of its ,patent applications. These- are

still r emarkabIy high figures • since Research Corporation licenses

only about 10%-of the items for ,which it makes patent applications.

It must be noted, however, that these figures should be

treated with some caution. In the first place, they are estimates

and, although reasonable care was undoubtedly taken, the small

numbers involved lead to large errors in taking ratios. Secondly,

the process of "disclosure to application to license" is a time

dependent. jme ; while one may assume, that"pnly S:f..X months tl:) a year
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of said Lns t Lt u t Lon ; and, that. this Agreemerit- was dUly'siglfed for -and
in behalf of said Ins t i.tut-i.on by -authority· of its- gove rnLng body and
is within the scope of its corporate powers 0

Witness my hand and the se-al of said corporation this dayef " J

19_. ---

(Corporate Seal) By

EXHIBIT A

CONFIRMATORY INSTRUMENT

(Title of Inventioo)

,- '.'.

Application for:

InVentor,Cs)· ~~======;;~~T~~~;~~~ -----Serial No• ..:.. Oont r ac t \\.>ranL:l uo ,
Filing,Date: Institution __~ ~

The invention identified above is a "Subject InventLonl"underr
~~~"",.~;c;;~ (identify Institutional Patent Agreement number)
to whi ch contract (grant) No. wi-th
(specify Government agency).wassubjece. ------""~--~""--

This document is 'confirmatory of the paid-up license granced to
the Government under this contract (grant) in this invention, patent
applica-tion' and any resulting p.:ltent.and ofeal I other rights acquired
by the. Oove r nmenj; by: the referenced Agl';'eement.*

*1f in accordance with Section IV (a) of the Agreement, the Agency
has deue rmi.ned vthat a license for state and domestic municipal
governments will not be obtained, the following should be added to
the Confirmatory Instrument:

"The license granted to the Government does' not include state
anti domestic municipal governments."

32-635 0 _ 78 _ 58
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III. Interpretation of the Results

Figures I and II show some of the disparities among the

schools,and some interesting results. The number of-disclo

sures. per year (Fig. IA) varied from less than 10 (for almost

half of the 46 respondents) to,20B in one case. The median

number of disclosures for the group is 11; but the highest

nine schools' had a median of almost 40 per year, while the

median of the remainder was about eight. As might be expected,

the number of patent applications per year (Figure IB) ~s

markedly less than the ~umber of disclosures, indicating a

considerable effort to cull out non-patentable (and, pe~haps,

,non-marketable) items. The median number ~f patentapplica

tiona is 3, indicating that for the median school about 27%

of the disclosures result in patent applications. This is

in contrast to the expexdence .of the Research Corporation (verbal

communication from a member of -their staff) which patents less

than approximately 10% of the items disclosed to it. Undoubtedly,

the Research Corporation applies much harsher criteria, especi

ally ,since their staff has closer connections with possible

licensees arid' can evaluate marketability· somewhat better than the

average university administrator. MOreover, faculty pressure on

university administrators to patent a disclosed item may well

result in an easing of standards. It is interesting to note that only
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~btes., for C,omp:leti,0I1 ot IPA:

Insert name of Agency"

Inser-t- refezence . toltl,5titruti6ri,':s- ,o;ffiCial' pol icy,statel)le,nts.

Some agenciesmay.wisl:l. to, have the as,!;'eement. apply to all- I-4)~..I-\
inventionsrepO:tte4 'sf,ter.theexe(:ut'ion, oftha, agreement.: eve6- --"
where theco~tract wlilsenterad. intopriolC t:1;:l,_tl,eagI'eelj'le:I1-t:~ In
such cases; the following language may. besuba.tituted:

lithia Agreelllen~,,·deHnes, .the ri:gJ:1t-s of,·the ,p"srties hereto" rega;rding
tp,ealloc<1.ti0J,l,-of ,rights -in, Subjec;t.lnventions. report'eel- aJ't;e,rthe
executioD:of: the. Ag;eement" in,c:loding, conl;.,rac·ts~ntered intoprio~
to: this Agreement,;excep,tsl,1ch· con trect s as may- be: sp,ecific,ally
excluded;-bythe':Age!lliY~'" .

Ag'en<;ies using this latlg1,lsge which, wisbtoe){Cl.uq.e,~ny'cu"(r~tlt
concrec.cs .from the' ag'!f.eeJV.!'lnt shQl,I.lda4d a; sG:atelllent, sucp,·:as.the:
fol·low-ing:

"This.,A-g.reement-:sha.J.,l;not' apply. ,t<f, th~'fo'-1:1Qwingico'ntractiu,••

The' bracketed language rilayb~' de.Let.ed •but' norma,n,Y. it, is, eX'pee,ted:
that:lnstitutio-nal Patent, Agreements will ap'pIy to gr.ant.s as welJ
es. .coata-aces ,

1/ A;gencies"mB»:' spE!cify,a'form.

y.

u
lj

:!../

Ag~ncie.s.rnay; find· 'it,.usef~l, to: inc1ti,de:mor,e detailedins-truction,s
here '00 the format of theserepo-,t'ts-and" the: pens cna 0" whom they
should be supp Li.ed ; , Tbe'ex-act clause may havet-o,cbe va,ri'eq
accordin~rt:o the, agency's normal contrace ctcae-cuc pr.caedure.e ,

Lf vncne are to be 'used', insert "none.e"

Different dates may be substituted depending-on the AgencY'$o
needs~

Inser:t'app licab Ie addresses and-. office·r·s-.,~
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Table III - A;-: Recovery of Expenses

No. of Universities

11

8

14

2

7

1

Method' of Recovery

Royalties

Indirect Cost ~

Direct Univ. Support

Royalties +-Indirect

Royalties + Direct

Direct + Indirect

~c3Jr;

The rlilmaining six institutions were those giving exact pee

cent.ages which differed from the above breakdown. These are:

Table III • B '-Recovery of Expenses

University Royalties (%) In~irect (%) Direct(%)
(arbritrary,number) ---

I 90 10

2 75 25

3 40 60

4 82 18

5 28 36 36

6 50 25 25
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(5) Ac.opy:,of the. agreement·' s fgned by employe-eseng,agedin
research anddevelopmen',t;' i I1di c a t i ng their: obligation with regard to
inventions conceived or for the first t ime reduced . to, practice' in the
couree-of t!leir assigned: dut iasj

(6) A copy .of theinventLCltl report form -or. outline
uti Haed. fOr: prepaqt:laIJ.:-of i:nvention,'repCir.tSj

(7) A statement whether the organization has an
agreement with any patent· management; ar.&Al!~,I!:_a:tions or consu Ltancs and
8: copy, of allY sucb ageeeaenes ; ,

(S) A description of the pLanscand intentions· of the
organiz'ation to bring to the market place Lnvent Lcner tc 'which it
retains.. title.- including a,'descdptiol,lof. the efforts ,', typ i.ce Ll.y
undertaken by:, the organb.atian ta:license its inventions;

(9)
application and
following';

A- descriptioQ'of
pa"tent licensing

the.. organiz'.icionc' Sp.BStC patent
activities" inoludingthe

(ie) Numb'er of inventio-n's:'reported, tCithe or.g",-riization
during ea.chof' the past five yeat'&;

(ii). Number cs. paeene. application\} fi1:e4dur-i.r1g,eacb
of the: past' fiVe years;

(iii) Number of patents obtained du:riag,eil'ch .cf
past five years;

(-iv) Numbe-t'·af;c exc Iue'IvetHcensas
eachofthe'p:ast fiv'li!: years:;

Lssued- dur'irt~ ,t

(v,

(vi)

Number ofnonexc'lusive li-censes,Ol;::herthan. those
to, sponsori-ng~n'l)le.-IH:.agende.s';.issued during
ea-chof the Pll:sC,\five years;

~ch'!.. .c
Gros$, roya-1ty incomed\\ring: each of the past five
years;

('vii-) A gJ:'!neJ:'al' des.ctiption Of, royalties.'. cha:r-ged~
incl\j~ii:lgmirtimum.·.and iIiaximum· royalt'y' rates;·,
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SUmnk~r~zcsthe patent activity for these three groups:

Table II -.Time Spent by Professional Staff

Total No. of: Less than 6% 10 to 49%

Respondents 21' 20

Disclosqres/yr. 147 331

Discl./Ins·t ./yr. 7.0 16.6

Patent Appl./yr. 27 79

Patent Appl./rnst./y,. 1.3 4.0

Llcense/yr . 8 40

License/mst.tyr. 0.4 2.0

50% or more

9

468

52.0

128

14.2

37

4.1

Question 4. Thirty-four'institutions indicated that they

use a patent attorney from outside the institution. Of these,

twenty-six indicated that they also use firms such as Research

Corporation or Battelle. The remaining sixteen i~stitutions

of the fifty who answered the question depend solely on outside

firms such as Battelle or Research Corporation~

Question 5. Twenty-one out of-fifty use two or more
.... H

outside firms, mainly Research Corporation or Battelle, with....
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t;Jfi,J",;:;"e0 ~
,IS ,

(e) FCCSET ':j''ffff P'/- Y
(l)~~F~deralCOQ . ing Council for Science.

Engineering, and Technology' ap poa nt ed a subc cmm Lt t ea to prepare a
list of organizationsthat~ave teehnology transfer programs meeting
the criteria set forth in §1-9.109~7(b). In accordance with indivi
dual· agency regulations or proceduz-ee , . this Li.s t may be used in lieu
of individual agency determinations of eligibility for Institutional
Patent Agreements; although the inclusion of an organizatio~on this
list. un Leaa otherwise provided in an agency I s r'egu Ls t.Lona, will not
preclude the agency: from declining an application for an Institutional
Patent' Agreement. It is al.sc expec ted that this list may be used by
some agencies in connection with greater rights determinatiqnsor
requests for the inclusion of clauses in contracts giving the non
profit' organization the first option to princip,d rights in inventions
made under the contract.
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nine relied on adddc.donaI information from anoutside:firm

such as ReSearch :Corporation~ Six others worked:with an

individual who was classified- as, a "patent. administrator, II

an individual generally associated :with the Research Office

of the un~versity; titles associated,with this individual

are Director of an Office of Research, Associate Dean of

Research, or Vice President. The remaining twelve institutions,

at which the patent committee is reported as the sole body making

a decision on patents, have the committee report its decision

to either the Presidenc, the Vice President for Research or

'some other academic officer. In some cases; the responding

institutions did not indicate to whom such a patent committee

may have reported. Besides the nine institutions that used an

outside firm in con~ion ~ith a patent committee, an additional

thi~teen institutions repor~e9 that they depended on an outside

fi~ to aid them in making a decision on obtaining a patent.

Seven of these used the outside firm exclusively and, jUdging

from the number of disclosures and licenses reported by these

seven, only one would appear to be active in pursuing patents

through the exclusive use of an outside firm. Also, it is l
rather surprising to find that forty-two institutions out o~'
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(t>} A <:IOI>ttition' limiting, any, exelus'lIe Ueem.e' to, a ""d"", not,
sulJstal\tially greet,lt than neces&a<y'to p<ovide \lhe, incent,ive foe
b"inging, t:!le, inventi"n' to, tlle ""inl:- ell pr""tieal 0" OOI1l1l!><cial
app,lieation' and, to l"'<mit tile Uoen".... to" 'r"""op ite coste, anra,: a'
re.sonable, profit, t:!ler_;

(E) A'reet.iotilln,that rQyalty', <tt.rg.... be U1IIited, to'>i\at ie'
r-eS$Olleble under t:be etrc.....tanoee or ~,within,till> iedu$try
~1<I'edj

(F) A, r<Iql:liremont that tile orqanuation''a, royalty: <"""fpt&,. aliW
payment Of" a:lminist;".ti_ """ta,and, paymmta, to in1/l!ntl>r,a., bE> uuili.'
for educational em re.....ch IlUrposes,

(Gl A,proviaion ""rmitting, tile agenQy to. except, in<lividual
CQrttrac1;:s:-;-·ft:¢nld:he -opitt:.t:t~::ot tl;1e:::agt;(!fen_nl1J-:' -

(H'!' A·r_i_t, fur, prngress' reports, aliter dest_ted,' ""rillll2$j'

(II A,p<chil:>it,ion- ag.inst' aaaigrunent, of; inVentiOns without,
ClOve""""'nual approval t:o' Ji">"aone' or organi""Uons, other than
_iIlnmentll: to' approved' piltant manegemont org""tZ4tions "object! to·· tile'
..- QO/Id:i.tionai' and:

(J-) k'provi"i"," ""....itl:tng. ter1l\ination: I\>< OOI\""nien",,' by,e~
paety.'upi>n', tlri.t'ty'd$Ys' ""it1:en, notiee"

("~' '.!lIe fO.L1llWinq' ie·, t:!le.ItIIltitutiollal Pa'tent, llqr_:,

Dlil't~l'ATEN'l!.~',

'ltjie'llqr_t i:s...... and' _ered·into·,by'and'·lJst.......·,t:be' united'
St,ates, of Amortca ae'repr""""te<I by, tile y'
he1;t~·i~fteJj'·:-reti3r~ed'>,~'as}·the·.-·-I.Af3~qy,_jo".'and,-e- _
her~itlaf~r-i'referreci,·:toi'·li$',:.the:··- ~'trts·titution·,;,_'"

wtmRMS~" •in: aceot'Unee-" with '-t;he' Ptf1tl;Si<ieOb! s"Me~'~tun-:~"
Stet_nt of, GOVernmont Patent Polley' dated, A"'3USt 23, 1971, and tile
prOlfisions of 41· CPR' 1-9. 11l7i-4(a)(61, it hae been 'determined'· that t:lle
IASt'1tution, hae a te<:I'lnPlilgy transfe~ program .....ting, till> criteria' oj!
41· <:Fa. 1r9d09,.7, ln', tllat the. I/lattt\ltiorr,'",'patent palicy"aa set fu"tI>.
in Y and" its"te<:I'lnPi<>gy transjf~r,' P!'$<1'tiOea·
1\aW, ll\i\ln:.' ","v{\l!ii"'t.aM, $"",1' acceptablel an<!

~, the IllstitlltiQll' ta' desitl>US,Qf, enter,Lng, into'~, agpeamont
Wl\et~' it! ""'¥' .,.tain tile: entire' right" titi'!>. an,L intsreet in ao<l:,
alillWli_ inVent1onB'._. ln til•.""utile· 0/;. OJ> lIIdet,'. r""""tc!l'..



ment firm such as Research Corporation.

11"-111

po1ic:r, and two other institutions indicated that their poJicy

permitted the inventor to work directly with apa~entdevelop-

Ten of the remaining]

50 instItutions appear to operate their patent programs in

codperation with a research foundation affiliated with the

university. In such cases, there is some question in the

interpretation of the replies since it is- not clear whether

the answers pertain to the university "or the research foundation.

We~shal~.firstdiscussthe responses to the individual

questions,andthen attempt some interpretation of the results.

~The latter must be considered qUitete~tative, especially in

~View of the roughness of the data; however,some interesting

possibilities seem to emerge whi~h warrapt further study.

Ouestionl. The 'responses to this question can be grouped

according to the: following ~~ble.

";! i.

Table 1

Official/Office of
University Respons~ble

for Patent Program

Research,Office

Fiscal Office

Percentage of
49 Respondents

67%

14%
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eacn'Subject'Invention, disclosure>an election Whether it will retain
theentix-e right,., titlej·and intere,stin -,the invention-throughout the
world'or inanyoountrythereof·:subject to the rights acquired by the
GovEW'!lR'eI)t in" eeceiorr.rv of the Agreement; provided that the Insti...
tutton-may request an-extension of the tine for election.

(bY '!be ,Institution agree.s to- convey -co the Government;, upon
re~est-'i the 'entire-domestic r,ightl' title, arxl interest in any Subject
Invention.\\i1en·,'the -Institution:

(1) does:.not elect lmder, Section tIrC.aJ to, retain such
rigtIt6",or

(ti) fails. to have a Unite<:t States Patent Application filed
on the. invention in accordance with Section VI{a}, or
decides .. not to-cone.iaueprosecueton of' such applic
ation::.or

(-iii) at· any- time,. no longer desires to retain title,.

(c)'lhe'Institutionag['ees to: convey to' the Government, upon
request,: the_,entire'right, title', ariel interest in:atly Subjectlnven~

ti<;m\In. any'foreign: ,countrY-\<k1en"the,Institut.ion.:,

(,i) does not,- elect under Sect.ionI,II'{a) to: retain: such
rights in the countrY1 or

(iiJ .fails: to have-a, patent application:filed in the country
on'. the invention in accordance with5ection VII{a)i o'r
decides not to' cont-Inue prosecution' of,suchapplica,tion
or' to-pay,: any matneenence rees covar.inq-uhe invention.
'To avoid"forfeiture of the-patent application' or
patent;,; 'the Institution shall notify the Agency not
less" than sixty days I::eforethe expiration period for
any aetion-,requi-red;'bjr the- foreign, pa,tent" office.

(d) A conveyance" requested pursuant to Sections III (b) or (c) of
this Agreertent, Shalll:e made by delivering to, the; Agency duly, ex
ecuted instruments (prepared, by the Agency) and such other- ~rsas
are deemed necessary' to vest in the Government the entire,right,
title i arx1 interest- eceaecre. the Governnent to apply for and prose
cute"patent 'applications covering' ene cnveneton in this- or the foreign
country/respectively,-- or;, otherwise,establ:i$h- its-ownership,' of· .suen
invent:i<:m..

IV. Min1mwnd:~ightsAcsl;tit"ed' byth~ Gbvernnent

(al With, respect to each- Subject Invention to'ttlich the Insti
tution',retaing,-> prJ,ncipatlor"ex;elusive .ri9P:ts ( the. Institution':
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II. Patent Policy and Procedures Surevey: The Questionnaire

In order to determine some of the characteristics

of the patent programs at other univer~~ties. a survey

was made of a number of them. A group of 76 was·~

from a list of the 100 universitiEs having the largest

(dollar) amount of government research and development

funds obligated during a recent year as compiled by,the

'National Science Foundation. There is no correlation

between the total federal funds 9bl~gated and either the

size of the student body or; faculty. or the ~chool's

geographical location. It.might be; expected that the

presence of a medical school. an engin~er~ng school and.

perhaps. a school ,of agriculture are the most' important

factors in the size of the .federalfunding. (These are

probably also the most important areas from which patentable

iterns origi~ate.) The complete list,of schools (all 100)

is given in Appendix A. a.LphabecdcaLl.y; the 76 schools from

which information was solicited were chosen fro~ the list

so as to give a good sample of thevariou8 types of schools

32_635 0 ~ 78 - 60



(iii) An· acceptable final report within three· lll)hths after.
eonplet:ion";of the:~rK-\und.er·'any contr;aQt'/,:·listing",all
SUbject, Inventi,cps ,or;': cet:tify~ng' .. that"ther~;were'no"sq.ch'
invenbions. E!

(bJ 'll\e Institution shul obtain patent· aqreeJrents~to effectuate the
provi$i<,ms,of" t:hi,s,,~~eeiltent",f17om"~1,· t=ersotlS.,in", its., employ, .,;bO" 'pe:r:form
~y::par":b :of" th~r "P,r-k,,~er ,any,contr:act" excepn ilGnt(eol1oi,cal-f¢rSOl:Ulel',
suQlj· as cleri>:al enplo_s .and· l1Bl1ual laborers.

(ii)

.It';,a

sufficiently ",nplete in technica' detail to oonvey to
one S!<iUed in the art· to ... ich the· invent·ion pertainS .
a"-cle:ar,' lnder.stariding:o~. the natulie;. wJt~se, ,cper:atiQn7'
and,,:.t:o,. t:h~·~tel'l:t:,knQWn-,; the Ittye;icah,,~.emical,

biolog~~l;·or",e1e¢tr,ica,;1;' d1~ractet istic$:qf: the 'inv:ention~

IIit:er'irtr~t'ts.5/ftu:,' each,oori~ract' at,,')~.ast every
twelve--11ll1nt~hs-'ftOrn the,·chte:,of,' the: <:OJ'\ti~¥~~ ,li~ting.
SubjeQt' 'Il)vtmtlons ,for' ,tlie,P!!'t.iod'aOO.,~~t.:ifYinq;"that:·
all .Subj~t:--Invention.s: have; bIt,ell disc:los.8d\ or that" there
are no SIlC!h invention... ., " .

(e), 11\e Institution aqrees that the GovernJrent nay· duplicate and
di$i¢l'Q~'Subj~ct·, InyentiOlFdis.clo.sllres, and), Subj~tto.';;}~,~ti0rl,XIi.'all'
0tbe%i'·" rei?Or.ts.':and;: ~t'~ifUrniShed',ot: ,requir,ed> to:',b;t·fu~t1i,sbec;l ~i:'""

SLtBnt.' t9:"this",Aqra6Dltot.., HQwe.ver,t>,if: tht!"Institutdoo.', Ie to, fHe"a",
patefit· app~icat,:ion'on·aSubj~. rnventdon; tb~, A9~J)CY, ag,~,ees:t:',:}JPGn:

~:itt~.n':r:equest>Qf: the. I~t-itution,:," ,to us.e:,' ibi,best ef;9t;ts, to:
witl1hold !'UQlicatlon of. such invention disclosures until· a patent
aw;li~at:ion,:,.i.,s:.t;l-leq:therorr, bUt, .in. rK)''- eeene. sbal'l", tbl!,CJp~erfU\"ent'or,
its· enplOYees be liabl" for any publication th"reof•.

VIc. Filing of OO""stic Patent !'$'Plications
.--" , " ", ',., "

('~rr .wtth. respect .to: each',Subjec;t "Invention in~l'ictf the ,Imsti.;.
tutll11'l' eaeces.ee. reta~n:'Cbmest:ic. rigt:l,ts"pursuant·:to"Section:,IIt(aJ' of:
tJd,s.. J¥greement" :the' Institution: shall', have" a, domestic, 'p::ttent" appli...
cat,iOn, filEld,::within six'DPnths,. afteran'eleetilmhas. Ceen<rrade
plJtl!5uant-- to section', III'(-a) of-- this 19reement, Q~,'. sU(jj:lQng~r,~riod as
may be approved' In- writing by. the Ag"ncy.

(b). For. eaclI Subject Invention on ""iell a' patent application' in
filecil':b'j:or'OO',behal'f:, oi: the Institution" th~',Inst,itution:,~ll:<

('i) within,.six rronthsafter' thefiltllge, or withirt,si~, 110nths
af'tec' subni,ssionof· the' invention' disclosUr,e:' if. the>
patent·app,H~tiQ.n~g: filecr'P1Z,ioo to the. contract~
dellv"r to the lli,j~ncy a,du~y ~.,cute<l and. approved'·
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I~ Introduction

In the fall of 1973 Northwestern University under

took a review of its existing patent policy and patent

program administration .. Since the emphasis of many of

the research programs was, shifting from basdcu-eseazch to

applied technology and contract research such a review

'was deemed necessary. Furthermore, the trends 'of many

funding agencies, especially within the Federal Government,

were towards more mission or task oriented projects requiring

solutions to specific problems. Finally, the University

administration,facedwithlncreasedoperating costs and

,limited financial resources, believed that a thorough review

of patent operations might indicate a potential source of

additional 'revenue;

As part of the review process a questionnaire on the

patent programs at other institutions of higher education

was prepared and circulated. The accompanying ~eportcovers

the results of this survey and presents some tentative con

cluSions based on the returns. The resulting conclusions,

by the very nature of the questionnaire and the results

obtained are speculative and open to criticism or alternative



HI:lil

accordance with, <q:>plicable statutes ,arid', regulations, arid' within ale' of
the followi"9 perio<js'

(i) ei911t I1Dnths ,from the date of a ""rresponding united
States application fHed by. or on tehal.f of, the'
Insti~tioI'l;.,or ,',If' SUch-·an'-~applicat.iolV::i$' .not:·-ffle<t,.
six:'nonth,s'::ftOnt:the,' -da~e:' tlte,::invent,ion,'ts:suti'(niitted:-' irl-'
adisclbsure -'PJrsuant't;o. Sect-ioll:V(:~:) ot'- this :llgr,-~

ment1

Iii), six I1Dnths' freon'the date a license is,granted: by. the
Commissioner of, patents and Trad_rks to fUe forsi9Jl
applications, >hen suell filing has' teen prohibited, by:
se:c4t'JtY;,'r:~ason$;--ot'- .

(iii) suth' 10"9<1< period' as IlllY be <q:>p,rOlled by. the l\qency.

(b) '!he lnstitution sOall notify the' !\ganey of, f<>reign <q:>pli""""
ttona.fileq:-_~q." _upon:- t~e_E!t,::- sh.alt. fiit'oisl"J.'ari -'Englifffi-- version': of
suc!l <q:>plication without «!(litional, OOIIl"'nsaUcm

VUI. Subaontracts'

la) Except as pt'ovided' in (bj., tielow, or oben the' subcQntractor,
hol(ls an lnstitutional Patent !\gr."."nt with 'the JIgen"", the ll)Stitu~

tion' shall U\clU<le in' any suteontra"t >be"" a',l"lrpose of that' sub<
oont,[:'act'· 4;" the ,conducb··Of: ", exp81;:iml2ntal,,'deve,lQpnental\jr,. oX'. re$e~r:ch'

...,rl< tile following' ol!,use,

(a)

Patel'lt Rights

1he Contractor, hereby. agrees to ftllil'ish ",,,,olllPlete technic"l
cJ iBC'~9sure,-, to-::the- wit:bifi'~-'six,,; ;~n t=l\$;,',after-

. Ctililt1tutiOii)
any invention is "'noeiVed or fi"st actually rediJoe(l to
pr:actice' in' -the, -Ql)b~se'_of-" or ll1de~: ~is,contt'act:''{bet'ainaf~r.:.

refened'to as' "Subject Invention{s,)') """, subje~t to (b),
below, to assign iOll right, title'" """, inte"..".t in' an(l. to,
suell invent'ion to, or, its des,i9lles••

IInaEltuhon )

P:nstltUt10r»

\.,I;H~~tl.1t",l6fi'F '
report the inventi<>n to,the agency with whith the lnstitution,
hol(ls" the' pt'i.., ",ntraot and ""'lUest that' the agellCY_. a,'
determi/ultion obether an(l' "",obat' terll\S I:!>e, oontractor nay,
retain",;p¢~nqW4c1 ri9hts· in"the' inven1::'ion, iJ1':J:~~u,ot.::~~'i9r_~~
it to, • SUQl1 daterminetions by. the

lb)' At the tinQ the Contraotor reports any 'Subject lnventico" to._-.,,=====-__' the Contraotor'" at, its,option, "",Y iOlso,ii'......L. I



'1, 1933

(S}~ lin active''''; effective prOIOOtional' prom:"!ll for tile;
licensin\l ,al1<l~ IIl!lt'keting, of ~ inventi<:!l)$.,

(0');' FCCSIl'1' List.

'l1le COll11Iitt~ on Intellectual Property and, Information of tile
Meral COOrdinating CoU/loil for sel.ence, EIlgl.needng, and Technology
i/J ""tho'bed to app>int a suI:>oolnmittee to prepare a list of
or~iza,t'ions:th.athelve. teeMolO<;1Y:ttatlSfeJt'progz;aIJlSrreeting the
oriteria SEtt forth in §l~9.l09-7(b), In a/:lCOrdanoe with irdividual
a'1_ regl\latl.ons or procedures', this~ Ust may be used' in Ueu of
inaivid\l41 ag~ determinations of~ eligibility for Inetitutioll4J.
Pl1t~t;J\.9.~nts;;.., liQwever,-the·inC1:usi90"~of-anor:9ani~,tion,on, the
It~t:;,,,\,fl'Ws.s:()tlierwise proV',id,~,' ill .ea. agenCy:Js:reg:l.lla~i_ol1s.,:will, not
preolU<!e the, agenoy from declining an, applicatl.on, fOr an Instl.tutl.onaJ.
Patent A9tee_t, It is alSP expected that the list mal" be used by
~:' ag~ie:s;'"in Q)11n$ction'witb'g:~ea,ter rigntl3 determ~pl;ltiOllt=l~Or
reque:~t:& '.:fof":t:Ol;l"irtcl,u$;ion of ,claUser:; ,in:.C!)l)ntrecee. giv i.t'l9_· the
nPrlprofit ~or'1anl.zatl.on the ~ fitet option to pdnel.pal rig!)ts in~
inventions _ un<ler~ the contract,



.':~V;:;lJ

(tH' Ill'· tile even~ oI! a refu~.1:!r a S\IbcOr¢l;aGto", te,,,· """"1'1> tile'
cl:a\IIJe:Sl/Il<1lifi,,<l:. in (ah or if" in·:tIle.,opininn' of tile.. Insl>1tutiolh'
tIlis' ala...... is in""'nsi<;bent with tile. policy set illr·tlF in· 41 <:FR'.,
1,.9.1\l7--3, tIle·IlIotil:;ut·1on (i) sIIal-l. prOl1l'~ly s)JbmU"".,.""itten·noHce
to·t/)i;·Agen<:Y settinq illrth ree!lPOO' for the'SlJbl»n~ractol:"o refusal;.
1lIOd· other· IlIfirMnent W"""",ti9n ,.,ioh mo,y expe4ite disposition oil tile
__t- and, (ii) S/lall not. P<'0Ile«d' with. tile, suI>Contl:'act. wttllouf:;.tile
WI1itten•.authlOt·i...tj.on· oil the Agency•.

(,,) It is Ulderst:o<x\' that tile GOvernment u... thil;d· party: bone,.
fi<lJ.lt<y. of· any SIl!loontJ;aet. cllilllSe 9t''lIltillg· rights to the ·GOver_nt in.
SOb:tl;tCt·:rnven:ti1on$·#~\ln(l;; ,the,I-nstitutiQn' he:reQy., <1$~igj1S; to the- G()v~""
~t;:;::~~_:,;ri:9tlt,s:.:tt3tt' i~"~l1J;d,have-, tQ>eQf-oJ:~' thJe,'S~ttactor'~$'
oI:>l1gatinns, for the tenellit OIl· .tIle. GQver;TllllOnt with r.SIlIfict to Subject
IlIventiQMl," The Instil:utiQp shall not. te obJ,igated to em:OrCs' th•.
a\l""""""'ts. Oil any· subcontrac.tor, Oe-reunder' rfOlating. I:Q' tile oI>l.igatiolUl
oil the cSUl>::i<mtlOsctor to tile -"rnment In r"llard' te Sut:>j"ct Itwen"
t:~~, .

'«U NOtilIlngi in· tIlis·Ag~t is· lntel\dlld· ""-.precluqa· tile Instl."
t~·. fUlII"'9r<U\t!.ng, a subcontrac.tor rights or an. option·.to. ri'lhte in.
~ in1("J\l1iOllS. __ 1:!r the $ubIoOntraeter· to.·tile·..tent S\loh' rigllll,S ...
<lOQS.ist_· ;qth. the P<'.QvJ.aiOlIS· of· this Ag~t"

-,', ,,,--, "-' ::,: --",,--, ",",',"',

(al ~.. ItlStitution. $\all. <dIt\i.ni"te.. tIlose'·Subj""'t· Il\venti'OllS. ··to
whid> JA>. <lleots· to retain ·1:>i·tle hi· the public· inter.st·and·. silaU,.· ."..,
~. as PIIOltillSll ,in subIle<:tion (llJ ,.e be,\<lW, make.' th~, avaUaOle' tIltOUllh'
l'iC$l1$ing'on' ,,:nonexclusive, royaltY'"lltee or. re~, rQYa;l.ty bisi-Q-.
to aU qljali'filld. "I?elidSl'ts.

(I;) 'l,\'Ilj Instil:ut:ion, I\l'tl" license· ..'.SoI:>jeot Xnventj,on. on' an .....
cJ;w;l~ve~-'ba~ia','it' 'i~ d;,~e~ines"tijat. an-'~J;U8i-~:.·1ic~~e'.:'is:"reqQ;i,lXJd·
in tho pubHc int.rest· because· it, is necessary' as' an, lncentive fOr
develOP!l'i!nt· of tile· invention' 0" beeliuse ,",rket conditions' are· .u<ll;I. as
to"~.. ·licsne1nq. 01\' an:"""ius;,"$' beois In ood"'" te·, bJ>ing, th" In..
vention..to'·tile' point of Pf1Aoticel applic/ition•. Any exclusive liCl!JUle
issuSl!' I:!r the· Institution mdet ". U.S. paten"- 0<' patont applieati...
shU'l' be> fOr ... Ulilitlld J.ll'ltiod. of time oM' such period· shal..!. not,
uo.>"1'es& otbe~ ilPP.".Ovea.l:!r· tile A<M>nc¥•. SlIceee· five, years from, the
datil',' of the·.,fi"st Q>JJtIt;lroi'ai salfO· Ot·' use'· in, the, Unitlld··states··. Of':
J\me'J.<i(la,'OI!·.a,PI:<l<ltl\!t. o,,·~ eni>odYing. tile, inv.entiQll<;, or· eight
ye$'S,frOO,..,the·da*,oIl th.· ..clusive li<:ense' excepting, that time·
befo".e: _l"tlI".y agencies .....,..ssa<y.. ·to obtai'.. _lIet..clsa_,.
wh'l;el\ev!>t··. <il<1Cllt""·, first. SJooh" lii>StISe,sh<>..l:l alse, provOdlt· thetxthe·
1ice._ ·sl!aU use· aU· reaaonol:>le'ellfort tQ: effect'· lnt"odJ,lction... 4lt<>..··
the' _"cial' "'''lIell as· .",,,. ·as..l?tacticol:>l,e.. <:r>ns""J:el\l>' with, scunll: .
0l'l!II:\ r~le",~~, _Ct~ ... and'~" ~'ext_iQIv,of tbe

32-635 0 - 78 -.59
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(2) ,A OOpy of tl:\e organiZ'!tion ~ s fl$,I;;\~ isllEld l."'tent '
WI!cy" tllgeth-et witti the date and' lll>Mer of ~~s¥oPti\Jl11

(3), 'lli.......... title" «idress, """, telephone lll.Ullber, of the:
Qffieer resPQnSil>le for airninistration of Pilten\> and' invention ""tters,
and, a dElscripoioli of st<lffing in tht" area, lnolU<ling aU offices
wlliiel'<, _triput., tQ, the org!"lt""tion:' s. p(\t'!"t,: IIlSl1llg<llll"llt ,,,,,~il-'
it:,:il:IJ._i , " ' ,',:;'(,\'~ ",;;".,».,,;>,,'" .. " .:,:

('4) A'description ,of tile organi""'tJon"s procedures' for'
identifying """ reporting, inventiOns" """ ',<I <iesc,r1ptioll of tile' lmoced-'
ures for evsluaUim of such inventions, 'for incl\li;iion in the", ' '
org/lll'Zlltion" s' prOlrObional _<al1lI'

(5) A, CoPY of th',; a;teem!int "i\ll\e9' 1?;: ..ploY'l'lS Ell\IliIl.l¢ in
r_rel'< """ development, in:licating tIleit 'obligatioll' w~t!l,rE!gi\t<l tQ,',
irtVGlItioll" conceived Or for' the first tim> r<!duCl!d', tQ priol:t,i~"irt' the"
00,,_,<1£, tIl"ir ..sigl\l\d'duti"", ,,'

(6) A Cbpy, "'the' irt"elltion r'ep..rt fQrmQr OI>ti!ne'
utilizl\d for P!:"P1\rat;i,on',Of lnvenllloJLreWrts:/,:.,- :.;.>.,~,... "0 ':"':' ..•.._,,-,. ,_',_,>'.'-," \' -'-.' , _._,.",/,' ,"",-",'.".-, ,", :"'. _,'," ....",.,,:> ' _",,-, ',0_>,_'. "_' " ', 0 .• ,_ J

(7) .II stat~t' ltI"tIier tile org<lni.at,ii>n' haS, ";' ,agr_
mont,wl.l:l\ SIll" patent, _liIl.ll>ll"l!1t orgSl1i:"",tiQlJS:OI1 Cllnllult!l>\ts 'llld',.:
09PY;, qf an}'''SlI<lh :a9r_ts; , "" "J"

'(81' Aclesor1ptlpn, olO the PJ,lill\>c Sl><l', irtterttiorl8: of: t;b,.,
o~1.zation, bO: bring' bO the I!ll,ket p~a"" ,mveliti_, bO ltI'iCIl::it:'
retains" titl"" ino~U<l,i'llg,a'desi:ri\:>tion of,the efforts, 't¥Ilicauy:"
un<lIlt,taki!rl, by: tIl~, Q1:g'l!Ilizat1(m ,tQ' U<;eJ'Ise: it,S' irtvel1ti~nS'."

, "Cal: 11 ,descdption of 'l:he' orgi'l\izllticn!s .....t, JlIltlm~:"
alll?HCittiQn"and,,'patllnt' Ucensing' aetivities,,'inclU<ling: the' '
fo~~llWing" .

. (i), =~.,:~~~:ns~~~y.,~t::';O~~1.;~tiQl>,

(1i)~=~r~ic; =;~~dOAA;fi,~ed<!~ing:~:'

"f11ii ~~1: ~;;~~ obtail\,ed,d~ting-ir ~.tl\f.

,:):lU\1IIlet; of: .0000l\lll,l"e, lil1"'Nill$, ~,cluting,:
eaQlj',of' the pallt' fi~ Yl!<lnj, "

N.-t ()f,,~l(Glusive'U¢enl;ell'" ,other, tl!lln, \Ilf>JlIf,'
to, Sl."'lI!lOt'ing Federal, a;enci.,., iSl;ue<l,dut'irtCi,
eaQ1" of' tlbe past five Y8<\<SI
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lUI. l!!!llecCi!jlJ' of 110licy an,L'Io:lministcative Changes

'!'he Insti1:ution shal:l pcompt:ly,notify the !\geney of any signif
iCarlt;,'d1_an9~,:':'_itl$~ ,infor':'f'Cl~iQQ:SI,.ttm,itted'-:by,1-b.in,supPort<,Of -its
r~~~~: ~()r:-3u~_::J:~:t;t:f:.Qtional.:patient:JAgI{~p:'im,pa.t',bicu'l.a['i'¢1anges
in, its, p¥- polwies cr- its ,alminiscra!:ive capabilities.

XUI. Tecmination.

Tlds'~-Ag't'eerrentII'B.Y',.ba;te~i.nated'.byeithe~- ,~r,ty'" for: conven-e ~

ienoe:'lJpC)n thi:rty;~yS written not· ice. , Disposition of tights in am
adittirLi$t:ra.t~on:.of ,inv-entiions,:.nade' .under-'.c.oontraets ,',subject.--tcr:-,this,
A9t'E!em!Bt· will- I'.Qt,-'O!, affected; by Buell a, termi,~ti6n;_~,x;c:~t~a~ in
the', event the·G@vemm!nt eemunaees. this:. ~l'e:ement because."of a
f.ailureOf:· refUE!41' by 'the Institution to -comply. with any of its
oblic;mtipl1l;::~ep,~.t:~Ol1!?v(a),VI",IX, and.:X of thisL_Agreerrent;~;.-th~·

A9encydlas.the right: 1;0 require that the Institution's· entire,; right,
title:~, and inte~¢$t in and, to the, PF:rtic:ular InventIon with respect to
which 'the. ,breach occur,reQ' b:as$igped: 'to tbeUnited.' States- of'America"
as l1epce""nt!>l by t:l\~Ag~"c:f.

x:tV. Co!1JJ1unful!tions 2!
~~1riiJ9r:J\9E!f19Y appr9,v~.~f3'",~t~~'iP#;,".9r'_s~,il-ap" actionS" '

anQ' Qthe~,q:>CJ;e~""o.. 'required· by;'thisJ'<;J,r<",~nt;sh9u1d be;,
addt,~tQ '. '. .' ; •.•" ..• .,. , . El<cept, ""ere;
~it:ica~ly'provIdied6t'l'ierwlse, m ttus' Agree.men't, th.e',;:'=--.:l====
or"., nis'id$si<jnee"''Sha,ll ,~t,'as ,the: lX)~nt":,of.,;;au~ori:yt',witll1n,:,the':Agency
to',9r,ant,:,sucti;· awrovals,,,,, ,extensions; .ce.. take;,_ such: ()~t~:r':l\c;e~,cY':~,ions
as:;)ijly:,J~:..,~~~.i~" in,:this·,_Agf~~nt.~, ..- . " '.

~:~~'~""ea~:Of,~~','~,~:t1e~'her~~~:':'~:eeecuted. this
!\grEle11lOnt:as'.Of"the <Jar: anQ yellcd:"l"".

By
Titl..
'Date _

(COrporate Seal)
(InsdtuUon)

By~=======~~e
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'1be: GOWrnment i$ herebY g;<lI\tllQ' an irre=bl. power 'to inspect
/lilli' 1ll11<", cop!ea, <\f,' the _"identi£i«l, b"lt$lt( ~licatipn.

Si9!lllQ, thUj _ day O!l', i'19_.

(Instltu,ti<»r)

(ai_tur",')

(~r1nt, or trt:e namer

(Otticl,al title)

CllRl'Ill'lCl\TIll

I., ,: _tity' that> I am the~'~~;~;~::ofe the' ±n.tltutiOii namea"as' ticeM<lr here,in: that,
W1\o:,.iglle<!l,this Llqense en tellal-f at tIle'In.titutiOll is,
"",=-,,:;;""=,Of said Institution; and th;ot said License .... auly .Xgnea
6k an Iii bohalf' of said" Insti1:utio", tv- autllor,ity- Of' its "",vetning'_
tixlYi- and i. witllin the scope of its, "".porate powers:

(Si9Jla!:u.e)~~~~,

Notes for' COllpl"tion of IPA

y
y
y

tosert name of !\geney.

Insert refer-ence to, Institution's Official p>1icy .tabs"""'t••

Some'agencies nay wish to !lsve' tile agreement, apply to all SUbject
Il1VE!:nt.io,ns 'repot'ted,"aft6,:';, the ·~ecution 'of,the ,agreenent.,. even.
where: the; ·contra¢t::WCJs:enterecJ,into:pri-ot- to the: ,agreenent.. .I1i
sucil case.. the following lan9uage, nay be substitu,te<l'




