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10 Patent No 2,455, 266 Novembel 30 1948 E Nudelman, for “Ghlldrens
amusement device”; held invalid in’ C‘rest Spemahty v, Trager et al. (341 u. S
912, 89U, §; P, Q. 175, Apr, 23,/1951):

The patent was held valid .and ihfringed by the Court of Appeals for tha
Seventh Cireuit (87 U. 8. P. Q. 139, 1950)

The decigion of the Sup¥eme Court is a one-sentence per curiam dec1s1on
which do€§ not mention any referénces. The court of appeals in sustaining
the patent mentions only 1 patenf, which had ot been cited by the exammer
and stated generally that the others were too far afield ; the disirict court, which
also sustained the patent mentions 8 other references 4 of wh1ch were those
Wlnch had been c1ted by the exammer : i

STATEMENT OoF: MAX FOGIE‘L INVEVTOR NEW YORK N Y

REVISED PA'I‘DNT LA.W NEEDED

The authors of the Oonstltutmn delegated to the Federal (xovernment the
power fo grant patents to any inventor who is wiliing to make puhhc the nature
and details of his invention., 'They realized that.if the Nation is to pursue a
state of continuoils progress it will be necessary. for the general public to have
access t6 the ideas and detailg of inventions which are conceived by the, indi-
vidisls whio possess the rare gift of inventive thought. In this manner a given
tield of art is contihuously advanced. since the individuals connected Wlth the
field ¢an éarry on from where others have left off and are not required to dupli-
cate work which has. already been performed. The fathers of the Constitution
were aware that it would be necessary to offer some form of award in order. to
induce the inventor to disclose his product to the publie, For this reason, and
based tapon the power mentioned, the Federal Governmment has issued to qnahﬁed
inventors patents which at the present time give the inventors or their asgignees
the gole 11ght to. manufacture a given prodnct or use. 4, gwen ‘process for a penod
of 17 years.” . -

During the past few deeades the research ﬁeld has greatly expanded giving
rise to a correspondmg inerease in the niumber of patent applications. 'Fhe staff
of application examiners employed by the United States Patent Office, however, .
hag not inéreased proportmnately and this has caused the condition where the
number . ¢f applications arriving at the office each day far exceeds the number
that can be processed by the available staff. ‘This unbalance has resulted in
such an enormous backlog of work at the Patent Office that the time between ﬁhng
the application and actually granting the patent may take a number of years.
During this period the inventor has no legal monopolistic rights with regard to
hig invention and for thigs reasom the Patent Office retains the natureof the
invention in absolute secrecy until it publishes it. in the Gazette and Patent
Record. Very often the invéntor, after having filed his application at the Patent
Ofﬁce, submits his invention to firms who appear to show a possible interest
in it. Many firms who find that. the invention- may. be profitable proceed:-to many-
facture it without compensating. the inventor in any way. Independent; inven-
tors, initially unaware of ‘this:fact, may become deeply disappointed by this
experience and cease.to develop any.additional ideas that they may have. . Oe-
casmnally the inventor cannot reap any profits from his invention even after the
patent ig finally igsued, for the ones who have manufactured the invention;during
the time that its patent was pending before the Patent Office have ﬂooded -the
market to the extent that the product of the invention.ig no-longer in demand.
Thus anyone familiar with the invention can produce and market it and the inven-
tor has no.legal right to any compensation or royalties.until the time that the
patent is actually granted. In view:of the lack of legal protection during this
period :the inventor is often inclined to:retain the nature of his invention secref
until the patent is.aectually:isued.. This has-an-adverse effect vpon the public -
for it does not enjoy. the benefits of -the invention at. the; earliest date possible.

Increaging. the. Patent . Office. budget for. the purpose: of increaging the . .staff
to the required amount is.probably teo much-to hope.for; and therefore, it is
suggested that the patent law be revised allowmg the inventor after the patent
issued to recover damages retroactively from anyone who manufactured the in-
vention for gainful purpose without acquiring legal rights from the mventor
The present law does not permit any such recovery which would be subject
to the condition that the inventor had previously warned the defendant; of the
pending action before the Patent Office and retroactive to the date the defendant



STATEMENT or- RICIIARD J HAUG, INVENTOR, NASHUA N. H

I have been in the development of machines and devices all my life and have
coustant contact with patent attorneys. Xach one has deplored our present -
patent situation and my own experiences have often been so discouraging as to
border on bitferness. ‘Some years ago I had a talk with the late Senator Tobey
from our State and was informed that a movement was underway but so far
nothing became of it. The Globe article just about describeg the eondition
correctly as you explained it. “If we are to have any kmd of Justree for all
then the patent sitdation’ requires prime priority.

Some years ago Cornet magazine pubhshed an article wherem the author
claimed that the general opinion of the people is that patents are stolen by the
larger corporations or otherwise laid away unused to protect'their own manu-
facture. The writer of this article went on to explain that this is not so at all
and expounded the wonderful opportunities for the inventor, @ This author cer:
tainly was off the track and did not know his own answers, -You know that the
small inventor without means is at the mercy of everyone else and the only
justice is the amount of money available.”

Will you, therefore; let me cite one example to show how- close you struck the
mark. " As a foreword T might mention that, some vears ago, 1 was called by &
large corporation o build a special machine and after T finighed this successfully
I was given charge of developments and built 7 other machineés of various kinds
for them in a little over 2 years, This first machine cost the corporatmn $6,000
and I was called into the general manager’s office and told abdutithe: ‘eXpenses.
However, the same manager later said to me that their company had already
gpent nearly one quarter of a million dollars to build a machine which would -
do ‘this kind of work. It was all right for them to expend this amount but X
was: supposed to scratch the pennies after others failed. Then it became a
matter of azsigning the rights or leave the employ After moving over 200 miles
with the family during depression this‘was in my opinion not much better than
blackmail.- From there on I decuied to try my, own Iuck as soon as possuble and
here is what became of it* :

‘About b years ago I was emploved in a neaﬂ)y c1ty in Massachusetts:” - A con-
tractor carhe to the shop to ask if we could build a machine for some particular
purpose which up to that time had to be done by hand:  After looking the situa-
tion over; T advocated a design which had all the ddvantages required, bitt both
my employer and the contractor ridiculed the ideéa-as not workable. Although
I considered every angle and explained the reasons the customers replled that
some officials of his company considered the ideéa as ¢razy,

“To me this was a-challenge and I told them that T would burld 7 machlne of
my own and let him try it out, I felt at the time that my earlier devélopments
g0 far had brought me no reward agide from a rather slim pay envelope and T:.
was about 60 years old then. ' I did not want to depend-on any social security and
trﬁe like but felt that I would prefer to gtand on: my own and. that th1s was my
chance. :
© From my home some 16 miles distant, T commuted dallv g0 that my spare tlme a
beging about 8 o’clock in the evenings.’ I had built myself a small shop just
enolgh to experiment and for almost 2 years I went to werk in heat and cold
every night to build the machine.. The shop then had Itg eonveniences such as
water or heat. - When the work was finished, I asked the contractor if he wonld
like to try it. He did and in a few days returned so pleased that he ordered six
more machines, - Other people saw it work and orders came in 5o that I decided
to farm some of the work out.” Patents were applied for in 1950, and whzle Xhad
just recently an office action in favor the final patent is still out after 5 years:

- One of our elected officialg has a son who practices law and he wanted to take
care of the patent matters through his relative in Washington—a patent firm!
He explalned that it wounld be advisable for me to have him attend to these
nmatters since there would be a possibility that I could be sued in all 48 States
and he 'wonld take this on for 40 percent and interest. manufacturers and promote
the article.” However, he turned out'very incompetent and not at all fanmiliar
with guch procedures. Instead of waiting for an mfrmgement search he put a
long article in & statewide magazine—a practical invitation for everybody to copy
the idea.  Since I had not heard any reply from him for several months regarding
the application, T inquired and received a letfer from him deploring the negligence
of the 'Washington -attornieys. After awhile I wrote to this firm- myself and
received a reply that they had ne knowledge of any application having been
submitted to them. ;




At would be my suggestion that patent laws should be so.reviged. that
1. A 'claim, once graiited should be. uncontestable )
2. That the patent office should’ have a larger staff and allow enough pay
for competent men who can.judge new-ideas in. their, proper. light: and rela-
cictionsis It has been known;.that. some examiners take a.-viey t;
;. would void many. patents:if applied to: other. claims, most; of :
marily based.upon some knowledge already on hand, : .
..« 8, There should be no need-of lawsuits to. establish: the T ghtful elam:ls;
=~ gnd.it should be.the work.of some. commisgion €o: jundge the facts in the light-
- of experienced: personnel,-well:paid. judges, Whose decigign. should be. final..
‘Now we need:civil. lawyers, patent. attorneys, experts and witnesses. which
are far. beyond:-themeans .of the. average inventor and: therefore without:
justice. I believe that most inventors would. be glad.to pay & yearly fee to,
- retain their: r1ghts if- their: rights were really - safeguarded by the patent
o offtce itself. .
4. It should be. 111ega1 to shelve patents taken over by firms to keep better.
1deas off the market.in order to protect their often obsolete devices. . . .
However, it appears that ¥ou.are very well familiar with the patent situa-.
1ion, since you have sized up. -t!ns condltlon with good understandmg of the needs:
and.;protection the inventor reguires.. ;-Since almost every inventor iz a paor.
businessman- by nature 80: much more should the laws stanrl in _hrs favor agamst
encroaehment : T ER ) e

ich are prl-f

STATEMENT or Roggr, S Hoaz, PA'J.‘ENT ATTORNEY, MLWAUKEE Wrs

I hope that this prese t letter, may not be too 1a1:e to. place three 1deas before‘
your commitice, : )

The first of these 1deas is that s great deal of the present log;lam 1n the Patont
Office appears to be due.to captious questions of form raised by patent examiners
agamet patent. apphcatlons which are not rejectable on anticipations, It is ‘my
opinion that eases in which this occurs could be sped up by 2 rule to the effect
that, if.an. appheatmn ig suﬂierently clear for an examiner to be able to act upon’
it.on, fhe merlts, ng. ebJectmn of mdeﬁmteness can. be made Wlthout the permls-:‘
sion of a supervisory examiner., .

Or, alternatively, it. ceuld be prended that a mmple traverse of such a re;jectron'
would be refeired to g supervisory examiiner,

-Bome such provision as this, coupled by a firmly expressed and ﬁrmly enforced
Ilohcy of the Commlssmner to crack down on captious examiners, should do much
to reliéve this very annoying, delaying, and t1me-consum1ng epidemic,

One of the men from here who attended your hearings, reported that ‘someone
at the hearings (whether on or off the récord, I do not know) made the semi-
humorouns suvgestlon, which struck a regponsive chord with thoge present, that
theé third paragraph of section 112 of the Patent Aet be reenacted ‘with the addi-
tion “This time we meant it.”

. As you know, the paragraph in questlon réads: '

“An element in a claim for a combination may be explessed as a means or
gtep for performmg a. specified function without the recital of structure, mate-
ridl, or acis in support thereof, and such claim shall be construed to cover the
corresponding strueture materlal or s.cts descnbed m the speclﬁcatlon and.
equivalents thereof.” :

That paragraph Was intended to mean’ exactly what it says, and to entitle
the inventor of a. new combmatmn oF. functlons to clalm 1t broadly as such, by
adoptmg the form’ prescr ibed.

But this provision is being. emasculated in practlce by the examlners reJectlng
claimg directed to a comhmatmn of means, even though these claims distinguish
funetlonally from the pricr art, unless they also distinguish structurally. This
deliberate ignoring of the Words “without the recital of gtrncture” the examiners
justify by contending that the claims do not “particularly point out and dis-
tinetly claim the subject matter which. the applicant regards as his 1nvent10n "
a8 reguired by another paragraph of the same section.

In other words, we are right baeck again confronted with thé samé old ground
for rejectiom, :Eunctmnahty, which the third paragraph of section 112 was in-
tended to eliminate, but now calléd by a new name, indefiniteness.

So may I suggest that the Congress estabhsh that the third paragraph of
section 112 means what it says, by amending that paragraph by prefacmg it with
the words “ Notmthstandmg anythmg else m thlS sectlon contamed !




They are not the answer of the Patent Office officials either, as a matter of fact,
but these officials are willing to, do anything, including even the undesirable in-
creasing of Patent Office fees, in order to obtain necessary moneys. . If Patent
QOffice appropriations were increased sufficiently, the. proposed increase in fees
would be totally unnecessary. .

. When. the matter once more arises, anything you ‘can do ‘to obtam add1t10na1
appropriations for. operatwn of the Umted States Patent Office will be greatly
appreeiated. . Byen: with the Presulent’s strmgent budgetary prograim, hére is
an - agency . ~which really’ reqmres and. deserves addifional funds. These funds
. should be.provided by a direct appropnatmn and not through an.incresse in
the Patent Office fees. . It.is understood that, shiould the fees be Taised, there is
-absolutely no assarance, that the additional, revenue from fees would,.in faet, be
appropriated to the Patent Office from the Department of COmmerces general
fund into which they would. go -upon receipt. Therefore, until it .is possible to
press for additional Patent Office appropnatmns it. would be appreciated if you
rwould.do everythmg poss1b1e to defeat auy blHS prowdmg for an. merease 111 .
.Patent Oﬂﬁce fees.. : - : . . o .

STATEMENT OF THOGER G .TUNGDRSEN INVENTOR SUMMIT, N. J
'I‘HE AMDRICAN PATENT SYSTEM

Gentlemen, our eourts used to respect our Government’s obhgatzons sueh ag
patents issued for new and useful inventions.: This respect created a: tangible
incentive to gifted--individuals all. over the world ; and.every worthwhile inven-
tion was patented in the United States. This wealth of knowledge laid the
foundation for virtually all of our. mdusties, ereatmg employment and prosper—
ity for all-of our people. :

There- is - no- longer an-incentive ina Umted States patent for 1nd1v1dual 1n—
ventors., o them- a patent onan important-invention is generally-a liability
rather than an asset. ‘Today most United ‘States patents are good only so long
as they are not contested in our courts. The winners it such contests are those, .
Aike our glant corporations, who have unlimited: funds to destroy ‘the validity
of 'a patent; if the patent is something they want.:. The major portion. of the
expense ‘of such litigation; on the part of the giant corporations, is borne by the
public; as it comies. from wioney that would otherwise be paid in taxes. ~ The
inventor or small enterp1se howevel must ps.y theu share out of hard-earned'
capital or €avings. - ;

Our Governmment is now opelatmg the WDI‘ld’S greatest gamblmg mst1tut10n—
our Patent Office—in which the chances of winning are indeed 8lim. This is
‘miuch at variance with the intention of our ‘forefathers who created:the Patent
Office to ‘benefit the American publie, and not for the benefit of unseruputons
_patent vultures-destroying industrial progress and: faith in our Goévernment.

“We are told about our Govérnment's fight against monopolies ‘and- yet our
'courts By taking:it: upon themselves ‘to overrule the Government’s own’ experts in
'patent “CaSes on mattels gbout 'which the courts ‘know little or nothing, are
déstroying our only natural'check upon 1ea1 mdustl Ial monopolles m th1s country,
n'strong and respected patent gystem.” :

Large industries'do notineed patent protection; they ]ust take over the new
inventions made by individual- inventors after the ‘inventors' have gpent their
‘Jabor and savings developmg something new anid-useful. A patent means nothing
to large industries;itis only an obstruction readily overcome with’ tax money and
11t1gat1on It is no longer a’ questlon ‘of honor,; right, or-justice.

‘Trie, patents ean also be misused ‘to dreateiindustrial mongpolies: harmful 1:0
progress,. For example, we. find that our giant corporations take out an abun-
dance of patents An analysis will show that by far the majority of such patents
cover' only minor: detalls of- developments on:"their present’ products and occa-
_sionally something new or an 1mproved version of old produets, which if invented
by some outsider could prove embarrassing to theiricld products, ' Such patents
are generally shelved aud-only used to’ exclude: new: enterprises from -entering
their field of ‘business. Thus; thesd’ patents’ do’ not heneﬁt the general pubhc by
ereatmg new jobs; but 1nstead restram progress.

" Of course a nurmber of very’ important’ 1nvent10ns are created in the reseamh
laboratories of such corporations, but we must pot'forget that most of these giant.
industries and their products were orlgmally born from individual inventors in
home workshops throughout the world. Most of them are here today only because
of the incentive promised by our Goveinment i the’ United States patent laws.




prove beyond any doubt that he used prio¥ to the mventor 8. apphcatlon He hiag
done nothing whatever to deserve other public ‘considération and therefore no
one else should benefit from such disclosure of a knowledge which otheérwise
might have been lost with its originator without benefiting the zeneral publie,

" We should learn froi other countriés where patents are not invalidated be-
cause of prior use, unless such prior uge is published or is really public knowledge
for others to proﬁt by, that is, no ong should be able to invalidate a patent be-
cause lé finds sorneone who comes into court and claims that he used the procesg
before or has produced similar products If hig claim ig a valid one, it should
be made in the Patent Office, where all prior uses and disclosures are examined
before a decision is made to issue a pafent or reject the application. All issues
of the validity of patents should be handled exclusively by the Patent Office and
not. by nontechnical courts. A time limit Should be placed upon actions seeking
to declare a patent invalid, There should be & 1-"or at most 2-year statute of
limitations, after which, no one may attack a patent’s validity. There should
preferably be an extensmn of the term of the patent from the presem: 17 years
te 20 years; for if such a statute of limitations is enacted, finanecing of many in-
ventions mewtably will be delayed until the statute has run.

Such changes in our. patent laws would destroy the incentive for unscrupulous
and often false claims of prior invention through the use of so-called experts,
who may shape their testimony to the size of the offered fee, rather than, as it is
intended to assist the nontechnical judges in determmmg highly comphcated
engmeerm electronic, and other technieal questiong in a just. manmner.

We should look -upon invention, not as a. contest for. genius, but from a prac—
tlcal point. of view, as it is done in other countries where the governments recog-
nize their. own patents and, obhgatmns to those contnbutmg 10, mdustnal
Progress. -

- The only good patent system is one ‘which creates as many proﬁtable Jobs as
possmle It makes no difference whether an invenfion is created by great genius
on extremely complicated matters, or. whether it is created by an ordinary person
on a technically 1n51gmﬁcant gadget.. If it 15 new and can be sold, it contnbutes
to industrial progress, science, or useful arts, and it should he enutled to pro-
tection under’ our laws. All of us, 1egardless of our occupation, will profit from
such inventions. :

Perhaps we do not, reahze 1t but even a very. small mventlon has far- reachmg :
effects.. Miners produce the ore from, the earth, railways or.irucks take it to
the. mills to be processed or refined, and it goes on to the.factory for fabrication.
Lumbermen cut trees to be made. into pulp and paperboard, which in turn makes
the box for the part, salesmen all. along the line get work, the shoemaker, the
barbér, the insuranee agent, and eountless others: all get work hecause of one
sitnple little “insignificant” gadget.

The entire Nation’s economy. is affected by every usable and salable mventlon.

‘What better test of invention can be found than the fact that the invention
wag new to the public and because of exploitation of the new ideun created: new
jobs and prosperity?. Was that not éxactly the intention of our farsighted states—
men when they wrote our Constitution? They provided that—

“The Gongress shall havé power—to promote progress of science and useful

arts, by seeuring for limited times to authors and mveutms the exclusive rlght Lo
their respective writings and discovéries.”
- In our patent ldws we find ample protectlon for -honest. people, but ethics haw
changed to such an extent that our nontechnical: Justices of the Supreme Court
of the United States destroy most of the patents that come before them, without
realizing the fact that by their action they destroy the very foundation for prog-
ress of this Industrial Nation. The late Mr, Justice Jackson of the United Stateg
Supreme Court warned, in d1ssent1ng to a decision of that Court holding a [Jatenf:
invalid, that “the only patent‘that iz valid iz one which this Court has not'been
able to get its hands.on.”! .-We must never forget.the faet that. virtually-all of
our modern education and industrial progress stems: from. the fores&ght of thP
great statesmen who formulated .our. Const1tut1on :

Our copyright Iaws! promise;of exclusive rights to authors eneouraged authors
and publishers to spend time and often fortunes to.collect and publish the wealth
of kmowledge. and information: now, used to educate our, people. . We would: not
have had our present law, chemical, techmcal or. medlcal librarieg had it notbeen
becanse of.the incentive pmmlsed of excluswe I'Ight to publlsh the Work of the
aythors. :

‘Likewise, .our- patent lawa m‘omlse of etcluswe rlghts to: mventore eaused
gifted Iindividuals throughout the world o disclose their-gecreta for the common
good of our people.” Without such incentive we could not have had the wedlth of



every 5pee1men ‘of a patented plant is grown from a pleee of the orlgmal patented
plant. Thus, even after the plant patent has expn'ed no one can’ cultivate the
new-variety of plant-unless he ean gét o -living plece of it from the patentee or
gomeohe who obtainéd it-from-the patentee. If:the plant patentee has kept his
patented plant to himgelf, raising it only on his own.farms or-in his.own orchards,
théIndustry is’ still at” h1s merey: after the: patent has ern'ed :If-he has-lost-
commercial interesi 'in the- plant, -and’ allowed ‘all specimens thereof to .die,
society losesthe patented plant f&reover, and it-is 1mmatenal whether the plant
patent hiag expired or not: :

The plant patent, of course,: is effectwe in assmtmg the patentee to .com-
merc¢ialize ‘his ‘invention. It establishes the identity of the patented variety,
which ig useful in litigation and in preventing litigation. And it teaches a Work-
able procedure for asexually reploducmg the plant, =0 that. those having a speci-
men thereof in their possession ean multiply it to ubtain crops as large as they
desire. “Whilé this is a convenience, the techniques of agexual reproduction are
well understood by horticulturists. - They enable the patented -plant to be grown
and eommerclally used ;.but they do not teach how to create the.plant.

Ax investigation should be made -to ascertain. whether any patented plant

«varieties have become extinet, and whather any plant varieties on which the
patents have expired are stilt belng monopolized or restricted by their patentees.
' There is need for a survey to ascertain whether patented plants become cheaper
zud more abundantly available after expiration of the ‘patents thereon; and
for that matter, whether the subjects of ut111ty and. de51gn patents become
more abundantly available after the patents expire.

Patented planis should not be permitted o become extmct smce later dis-
covenes may make them valuable.

Hypothetical ewample 1—A new and distinet variety of sugarcane is created,
which is immune to a diseagse ravishing the sugar plantatmns It replaces pres-
ent varieties and the disease becomes extinct. Thereafter, plant inventors create
another variety of sugarcane, which gives a higher yield ‘of sugar.. Bince the
disease apparently has disappeared, the new variety is not tested for resistance
thereto, . After the new, high-sugar variety has made the disease-resistant variety
eommermally 1mpract1ea1 ‘obsolete, and extinet, the same d1sease, or a mutation
thereof, may appear again. The cane-gugar 1ndustry might be saved by retummg
to cultivation of the disease-resistant vanety, but, alag, it i§ extinct.

Hypotheticel example 2—A new plant is created, characterized by a flgver
of unusual appearance.. It'is patented. . A chemist obtains hig’ doctor-of«phﬂos-
ophy degree by isglating and chemically identifying a new chemical found in
the roots of this plant. 'No use is known for the new chemical. The demand
for the new flower dlsappears, and the patentee therefore allows it to beeome
extinct, even though his plant patent has not yet expired. Thereafter, subse-
gquent pharmacological. research 1ndleates that the chemical from the roots of
the plant may be mechelnally active. The chemical is tested and proves to be
a potent and reliable cure for a’ disease Scourge of man, But alas, the plant
which produced the chemical is extinct.

The recent diseovery of high medicinal potency in Rauwolﬁa, a plant known
for thousands of years, shows. the undesirability of allowing any cultivated plant
t0. become extinet.  Hexuronic acid was, synthesized and chemmally identified
years before vitamin C wag isolated and proved to be the cule for scurvy. Not
until an attempt was ‘madé to patent vitamin O was it 1eal1zed that the new
‘medicine was. nothmg but the old laboratoryr curlosmy—hexuromc acid. See
In re King. (IOTF {24),618: 43T, 8. P. Q 400 27 G, C, P A (Patents) 754:
(1939)) .

We should consuder whether the perpetuatlon of patented plants should be
jnsured by amending our plant patent law to pr0v1de that every plant patentee
‘must deposit a.living specimen of the patented plant with the United States
Depaltment of Agmcultule before he abandons cultivation of the patented plant,
-or- before his . patent expires, whichever ocenrs first. The various. agricultural
-experiment. stations of ihe United States Department of Aguculture c¢ould then
propagate . the. plant .in sofficient, quantity, for Tesearch purposes, and ‘te make
specunens available at modest cost after the patent expires.

- No eomparatlve law. data. on this subJect is available, because the Unlted
States is . the.first, and, only . country to have any. commerclal experlenee w1th a
plant patent. system, . .

I recommend. that, an, ad - hoe comm1ttee of etperts 1n hOl‘thllltl‘lle plant
research angd patent law" be appointed fo investigate whether the, .progress of
gcience and useful aris would be advanced by amending the plant patent law
-to prevent the extinction of patented varieties of plants.
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masses can dress 1o the same styles as the rich, A workable system of monepoly
in clothing would, cieaté posmbllmes of stratlﬁcatmn Tegimentation, diserimina-
tion, ‘aiid’ segregation distasteful’ in g democracy The rich' could’ Set’ thems
selves off from thie Test' of ‘us by their exclusive clothmg, much as’thé, German
Jjunkers in the days of the Kaiser set themselves apartz from the common people
by theiir military “gpniforms, - '

Hende gomé will advoeate that any statutory endorsement of the’ Stem doctrme
should contain a p10v1so denying copyrightability to articles of- clothmg

~Thereis a provision in the plant patent statate somewhat analogous ‘to such &’
prowso Plant patentability is denied to tubel-plopagated plants, e. g., potatoes;
presumably becduse’ the tuber portmn necessaly to propagate thlS kmd of plant
is a basic food commodity. "

Objection is sometimes vomed to the 1dea of replacmor deswn patent protectloﬁ
by eopyright protection for utilitarian articles, on the groung that copyright g1ve§
the proprietor the benefits of a monopoly without any examination of his ngh!ﬁ
thereto. I disagree; Registration of a copyright merely recor ds the proprletor g
claim’that he has a monepoly: His right therete 18 examined by the ‘courts
whenever he attempts to assert the menopoly. In this; the court is assisted by
the defendant in'his efforts to exonerate: himself. The present wholly' inade:!
quate examination of design patent applications in the Patent Office sat‘evu.ards
the pubhc interést far’ less than the interpaities examingtioh of the merits in
court irn- copyright cases’ In the! ‘presént ‘state! of affairs, wunlitigated deS1°n
patents are entitled to practically o plesumptaon of va11d1ty and that is. just
about what the courts accord them. ; .

5 Impravmg the admmstmtﬁon of ow patem sy.s'tem

(@) Patent 017" ce search facmtws —The presumption of vahdlty i:o be attached
to an issued patent must be commensurate with the thoroughness of the seareh:
of the prior.art made by the patent examiner:in acting upon the patent applica-
tion. . At present,:it ig imposgible: for the examiner to makeée an adequate search,i
because the patents are classified -aceording:to a: scheme swhich has been: made
ohsolete by the enormous: in¢rease: in. the ‘number;. variety, and complexity -of' -
maedern inventions.  'Two-alternatives appear. . The: firgt is . to-abandon gearch-
ing altogether by the patent examiners, and conform our patént system to our:
copyright: system, 80 that.only:contested: patents:are examined on-their merits,
and then only in court in-adversary proceedings. .. This wvould mean-that patents:
would be published chronologically in-the:order in which they were filed, and it’
would. become virtually impossible to: locate the paterts relevant: to any speciﬁél"
construction: o invention.-. The Patent Office imumediately: would become almost:
worthless as a. storehouse of: information ; for information: is: worthless unless. it:
s .80 systematically. classified that all the relevant art can:quickly:be obtained.:

If,.on the other hand; an adequate classitfication isystem: is perfected, it would:
become relatively easy to examine.patent applications on:their meritsi: ‘In suchi
event, the pubhe ghould have the benefit of the expertise of the examiners In the,
Patent Office in rejecting nonpatentable inventions, and in helpmg the patent
attorney to mold the patent application into best shape, so” that the pubhshed
patent document would be of maximum 7o o industry, - ¢

-Hence, the second alternative is to spprofriat  substantial sums to- modermze'
. the patent clagsification system and cnen to recla 3sify all the isgued patents, pref-

erably with.the alrj{ of antomatic sorting and classifying riachinery.

(1) The discrepancy will remain between the signdurd of inventiveness applied’
i the Patent Office and ﬁmt applied in the courts—The Patent Office” desires to’
publish patents, in ordér to- disseminate the:inférmation contained in’ them,
When in doubt, the Patent Office always has allowed the patent apphcatwn ana
will continue to do so. - Denial of the patent destroys the property in the 1nven-
tion ; ‘whereas allowing the patent giveg the patentes an opportumty to’ commer-’
cialize it.. Patent prosecution iz normally ex pdrte, and the patent exammer
does not have the zeal to deny patentablhty wlnch charactenzes an accused m~
fnnge1 in:court:’

“When a court passes upon’ a patent, it does 0 by ‘hindsight. * Because 'of the
rapid progress in technology, and the wide dissemination of information, many!
inventions which were startlingly novel'in the njechanismg employed and dra-
matic: in‘the beneficial résults obtained at the fime the invention wag made,,
appear obvious years later. In general, a patént is mot litigated unlesg the’
defendant hag good reason to believe that the patént is invalid, or unless’ the!
patentee has been’ unreasonable’ in his method of ‘¢ommereializing the invention;’

so that the infringer has more £o lose from respecting the patent than from: fight-*
ing it,




S’I‘ATEMELT OF LAWRENCE G, RINGSLAND, PATENT AT‘TDRNEY AND FORMER
COMMISSI Iy OF, PA’I‘EN‘J.S it

It was mcleed EN dlsappomtment tome that my other commktments prevented
my attendance at the conference hearings from October 10 to 12. -/~

I fee] that; oné of the ost important, mattms ‘to. be considered is a more com-
‘plete clagsification: of both'-domesti¢ -and foreign-art, - - While' -1 was Commis-
‘gloner of Patents, a. survey ‘was made to determine the' necessary manpowm foim
a thorough classification: “If: Was Tound that it would reqmre a very substantia®
rinerease in personue& but 1t 1s my 0f mwn that such an 1ncrease« Would be fully'
~justified:: :
- It hag been my experienee in the trlal of cases that very: frequently patents
are held invalid on items. of the prior. art theit were not-beforé the examiner in
the Patent Office during the prosecution of the applications. A thorough classi-
fication of the prior art should reduce the number of such instances, and would
result in a- great saving in. expense. and more assmance to patent owners that
their patents have sounder validity.

I know that: Commissioner Watson shares my view in thls re@pect and SO
progress ig being made to correct such a situation.- -~

There is another matter that seems to me to be one that Would encomdge the
independent inventor. The Government feeg in irelation:.to: the: prosecutmn of
—apphcatlons should be definite, .perhaps with some reasonable increase in filing
-and issue fees, but the uncertamty of specific charges for the number: of sheets
of drawings, pages of specification and number of claims should be éliminated.
Frequently independent inventors necessarily must finanee the- filing and prosecu-
tion of appheations’through-outsiders: - It has alwayy beén my: opintofr that; if
the expense of the filing and prosecution.-of the application is kept ont of the
realm of uncertainty, the opportunities for the independent: mventor to ﬁnanee
,h1s developments and to protect them by patent W111 be mcreased

SmranT oF DONALD . LA'\IE PATE\TT ATTORNEY AND COMMISSIONER.
. -UNTED STATES COURT OF CrAIMS -

(The followmg remarks contaln Mr. Lane’s own views and ale not to be con-

strued as being approved or d}sappmved by United States Court of Claims. )

First in importance to me is the broad problem of classification of technieal
_1nformat10n Pergons working with the patent system, persons engaged in re-
search, and pergong engaged in production all waste an lmportant portion of
their time becausge of inadequate classification. of available technical informa-
tion. Tt is time-consuming to determine what has already been dome. It is
difficult to determine what may be done without infringing the rights of others.
It is diffieult to start work on a problem: at the level which has already been
reached by others. The duplication of effort and of results is wasteful of brain-
'power and is costly. Solution of the classification problem seems to me to be
a major objective for the patent system, mdustry, and research interests. The
patent system exists to promote scientific progress, but such progress is delayed
unless the patent system includes an adequate clagsification system of all avail-
able technical information. The development of a practical classification system
should be a function of the patent system and the results should be made freely
‘available to the public by the Patent Office. As a starter, the present system of
patent elassification and reclassification in the Patent Office mast be greately ex-
panded fo include publications as well as patents, and to utilize modern machinery
and further subclassification. where possible. . An increase in manpower and
funds, and full cooperation with industry and research. are required. More
worthwhile and valid patents would be only one of the good regults of such a
program.

Second. in 1mportance to meé is the need of adequate salary structures for the
examining corps of the Patent Qffice, . The job of properly. examining an appli-
cation for letters patent is a highly technical undertaking requiring skilled per-
sonnel of of superior training anglintellige_nce, personnel adequately paid to stay
on the job year after year.. The examining operation cannot be.done eﬂimently
with salaries so low that the skilled examiners are easﬂv mduced to resign for
better pald positions in. industry. .

Third in importance to me: are the delay and. costs mvolved in obtaining and
litigating patents, The delay in gsecuring a.patent will be reduced - as the present
.bi_a.eklogﬁ:,pfs pending, applications. is reduced. - Better elassificationof technical



' 3 At. the end of .the ﬁ1st sentence, change “ynless the- makmg, using, or
e -selhng of such th;ng 1nfr1nges a-valid claim’ of the reissued patent which was
" ..in the. or1g1na1 patent” to *‘unlegs the maklng, ysing or selling of such thing

infringes a vahd ‘elaim of the réissiied patent which is the: same as +O%
‘Harrower than a4 ‘¢laim ‘which was in the original patent:® = *.0 .
t1s also’ suggested that ‘the ‘propoged revision be made apphcable to relssued
patents applied for #nd issued subseguentto the effective date of the 1952 act and
prxor to the effective date of the proposed revision so as not 1:0 Work a dlSCI‘lml-
natory hardshlp'agamst the owners of such relssues

-

o STATEMENT or KARL LUTZ PATEN’.E‘ ATTOR'NFY, PITTSBURGH PA

CONSTITUTIONAL AST’I:C‘TS Oll PATE'\TT LAW

In recent yeals.smne erroneoas 1deas have been advanced relatlve to the
patent clausé of the Constitution. . . .

‘One of these fallacies ig the idea that the Constltutmn gets up'a "standard
of 1nvent10n ” By “standard of invention” is meant a Trule or criterion as to
tlie dmount or kind of movelty that must be present to endow a certam smprove—
ment with the qualities of a patentable invention. :

Another ‘fallacy 1nvolves readmg the Word “sc1ence” as part of the patent
clause “of the Constitution, .

These fallacies were ﬁlst given prominence’ m the A & P case, in which the’
Supreme Court, held ‘& patent invalid on the theory that the Iower court had not
applied the proper “standaid of invention.” A concirring opinion referred to
the “standard written into the Constitution,” and waid that: “The mventmn, ‘to
Justify a patent, had to gerve the énds of sclence—to push’ back’ the ‘frontiers of
chemlstry, physms, and the llke to. make a dlstlnctwe : ntrlbutmn to SClentlﬁ(l
knowledge.” "~
° This statement is wrong on at least two- crrounds In the fitgt’ place there
is no “standard of mventmn” written into the Constitution ;'and ih the second
place, the . Constltutron does not say that patents muSt “serve the ends of

geience. .

A full study of the hlStOl‘lC&l background of the constltutlonal clause leads
to, the conclusion that in adopting the constitutional clause the conventmn in-
tended little more than to transfer to the' TFedaral Congress sole posver to. 1eg1slate
on the subjeets of copyright and invention, Prior to the convention, that power
had been exercised Ly each State independently, axnd it had already become evi-
dent that a Jumble of eonﬂrctmg State patents would do nothmg buf nnpede
progress.’

It has been shown?® that by using’ the words “mventors” and; “dlscoveues ”
the convention evidently intended to prevent the grant of patents on known
commodities—the illegal monopohes -which had edused tronble in England. But
these words are also words of extension, since they permit the grant of patents
beyond the boundaries of the words “new manufacturers™ of the English statute.

In order to demonstrate. the error of the two fallacies referred to above; it i
necessary to start Wlth the exact language of the Constifution, The Gonstltu.-
tion cdntaing a. sectlon wh1eh énumerates the powels of Congress. These 1n-
cltidé the power— -

“Mo promote the Progress of Science and useful Arts, by secunng for Yimnited
Times to Authors, and Inventors the excluswe nght to themr respective. Wntlngs
and Diseoveries.”

This sentence i a “balanced” sentence, . whlch was qulte popular among
learned writers of the 18th century, It states, first, 2 objects’to be promoted‘
next, names the 2 types of persons to he encouraged and ends with 2 types
of subnect matter to he protected Separating. out the objects, persons, and sub-
jeet matter that belong together, we ﬁnd that the patent and e0pyr1ght clauses
read ag follows

“The Congress shall have power ' xw to promote the progress of science*
*® x hy securmg to authors L the excluswe rlght te thelr Wntmgs e

(lgggfat A%aqgw &QPaciﬂ)c Tea O'o . S’upermarket Equipment Uorp (340 T, 8. 147; 154
2The Constitution Versus the Supreme Court Re Patents for Invention U h'e i
Piftshurgh Law Review, spring, 1952, D, 449, : s . Tniversity °f
X
.4 In the 181:]1 century "scieuce” meent learning in general. P




tained -language which- speeifically. couutermanded these declsmns, and 1estored
the patent system as:it had previouslky existed. :
. Now there is appearing.an effort to. nulhfy thxs aet of-,Congress by agam
conjuring up: the false doetrine’ that there is.a; standard: of jmvention written
into:the: Constitution. A recent decigion -repeats the theory and says.that the
Supreme Cour-t_is the-“final authority on the ,constitu_tional- standard .of paient-
ab111ty”13 This is an echo from the concurring opinion in:the A. & P. case,

¢ Ttis Delieved to be clear: from the above discussion-that there is no standard
of invention written into the Constitution, Quite -the contrary,- ﬁnal authmlty
over this questmn ig given to Gongress by the Constitution. -

It is troe that in the past Congress has not legislated:on this mat:er, leaving 1t
to- the courts to develop and adminisier by the common-law process of acting
dn individual concrete situations as they arose. This was the best way to handle
the matter, as it permitted the standard of invention to be a live one, growing at
the same rate as the growing technology. Angd that is exactly the way this
standard did-develop, subject; of course, to some, dev1at10ns ag is always true of
a growing common-law doctrine.

But the fact that Congress has in the past left i:hls matter 1o the. courts, does
not mean that Congress:has no ;lurlsdlctwn over it. Tf-the courts decide to
use the power left to them hy Congress in such;a way as to nullify the patent
gystem, then Congress can,-and should, take such further action-as may be neces-
sary; under the power given it by the Constitution, to fully Testore the ‘patent
incentive. Congress hag full power to set up a -“s_tandard of invention” by legis-
lation. In.scme ways. this would be unfortunate, as codification always tends to
ogsify & growing legal doctrine. But it may be the lesser of two.evilg, if the
Supreme- Court continues: its attitude of nullification.of sthe patent. system.

STA’!EMENT OF CIIARLDS C. JAMES, Los ANGELES, _CALIF

THE COUESE OF AN INVFN'I‘ION e

A practmal mventm will seek out somethlng i:hat mdustry 1s hadly m need 01’.
and tHen sat about trying to produce it.-

First he makes a search of the prior art and chscovers that a number of others
have tried to overcome the deficiency, but upon analyzing their efforts, he finds
that they apparently met with the unsurmountable and did not complete their
undertaking in a manner acceptable to the average engineering department of
the average industry, in other words, the previous inventions did not-accomplish
the desired results, nevertheless hig attm ney had drawn up a set'of clalms that
weré all inclusive. i

This leaves the experienced inventor in a position Where he not only has to
provide a’workable invention, but if he hopes to make a ¢ent out of 4t he had
to get out from under the broad claims that have been allowed the unworkable
and therefore useless inventions that'are ¢hoking progress.

His inherenf enthusiasm causes him to proceed with the day and: mght chore,
which sometimes runs into years, thereby destroying himgelf mentally and
physmally, and finaily emerges with somethmg that fits! into industries’ exacting
requirements, without oo much expengive departure from established procedure.

Then comes the unhappy ending, He writes to those who have been eagerly

seeking such an. 1mportant innovation and in response receives a bateh of “come-
on letters” expressing the greatest possible interest in the invention and inviting
him:to by all means send them a driwing or working model, (In most cages
there is a very cleverly written form encloged for the inventor to sign and return,
I am guoting herewith a sentence which appears in the form sent out by a corpo-
ration I understand is grossmg around a billion a year.)- ‘
.. “No obligation of any kind is assumed by, or may be. 1mp11ed 'lgamst ______ by
reason of its examination of my.suggestion, unless and until we have entered
into a formal wntten contlact estabhshmg and defining our respectlve rights,
and ‘obligationg,’? .

.. The accompanying letter is’ very sol1c1tous about the mventor s proteetlon and
even Suggests that he congult his attorney, knowing as they do that the average
attorney who. specializes in applications has had little if any experience Dattling
such cases with, b1g eorpm-atlon patent attm neys that in reahty the form aﬁords

’ ‘—‘ﬂ.e‘mamographv Oﬁ&?wre (107U S. Q. 104)



- “Ynvention as presently used in the courts in patent cases does not mean what

the dictionaries say it means. I know this not because the courts ‘have defined
it more precigely than usually ((which:ig the common reason for legal definitions
differing from generally accepted ones) but because the legal deﬁniti_on ‘is fuz-
zier. This cloudy definition of invention has been incorporated in the 19562 codi-
fication -of the patent law ; United States Code, title 35, section 103 of which the
most unfortunate pertinate language says in essence: “If the alleged-invention
would have been obvious at the tlme it was made to-one skﬂled m the art—no
patent.” -

Obvious?  Obvious to whom? . Wh1ch man skﬂled in-the: art'? Would anyone
contend that all skilled workers in-an art'would find the same-things obvious?
Algo supposing the skilled worker ig algo an mventor, 15 mventmn negatwed J.f
he finds: the alleged invention “obvious”? « -

Obviously this sort’ of a “definition™ requires a- purely sub:jeetlve determma—
tion by the administrative tribunal or court czlled mpon. to decide whether a
digputed claims. define a structure that a gkilled person 4in:the art could have
devised had he put his mind to it, Clearly he. could devise.it if he found it
-obvious: . This “definition” even tends to suggest-that a person skiiled in his
field cannot invent-in it, for he-did only that which bécame clear to one gkilled
in the art, ~With such. a loose manner of determining:invention, the poor iu-
ventor and his patent lawyer, if he be at all conscientious, are placed in a pos1tion
of being second-guessed at any 1 of at least 3 stages in the trial by fire of in-
ventions. - They can be misled by then searcher, foﬂed b} the Pateant Oﬁice or
frustraied by. the.courts.: - .

- If the seareher is psychic, he Wﬂl tu1'11 up the prsor art on wh1ch the examiner
w111 use in trying to guess whether you have. a patentable invention. If the
examiner has a praetical turn of mind or has tried to invent something himself,
you may get the claims you are entitled to. One still must face the courts in the
event anyone decides to contest the correctness of the Patent Office in issuing
the patent: Who among the young ‘new industries or individual inventors can
stand a real eourt battle on a patent? This is particularly true if the case goes
to the court of last resort with it present unfortynate attitude regarding inven-
tions that fall short.of deriving uséful energy from cosmic rays.

Clearly a tough attltude on patents aids the big regearch organization w1th 1ts
almost unlimited resources both financial and teehmeal Only they are apt to
‘make the grand discovery. Only they can defend leadﬂy the. invention. once
,made—under our present laws.  More and more thé former protection of the
patent law fo the individual inventor and small new enterprise attempting to
gain a place in the sun in competition with big business.is becoming a fool for
creating ever-growing monopoly Eveén_the individual inventor wisely sells. or
licenses his invention to a giant i the.field if he can, for he knows well the folly
of attemptmg to compete And yet a good . patent law could foster the very
competition between the eqtablwhed and the hewcomer that we hold g0 dear in
thig’ counmy -

"What can be done‘? Wath a lack of modesty it beﬁttl.l"' one 50 bneﬂv in the
praetlce, suggest. that the solution is simple. Thrée thmge will minimize and
perhaps résolve many if not all of the eurrent difficulties deseribed dbove and
in countless articles, books, and speeches. If weé could rid ourselves of “inven-
tion” ag a separate mystical eoncépt, many of the cyrrent unhappy gitpations
would be relieved. If is clear that the first step is to substitute a vew verb
guch as “creates” for “invents” in United States Code, title 35, géection 101 which
would then read: “Whoever creates or discovers any mew and useful ete.”
This language would eliminate the present court-felt need to find that certain
“impalpable something” called invention before it could déclare a. new device or
method patentable. Secondly, United States Code, title 85, section 103 should
be amended by striking the first gentence .fhereof,. gince it fosters sub_]ectrve
detérmination of novelty as pointed out above.

Finsdlly to make suve the courts do not transform “pe.tentable novelty” mto
the old bogey man “invention,” the 1eg1slature should define “patentable; novelty"
by objective standards that at least minimizé the meed for personal. opinion
entering info decisions as to the patentability of an inventmn Tt is here
suggested.that patentable novelty should be deseribed as:

Patentable novelty shall be found in any. patent apphcatlon clal.m 1f 1t remtes
structure that— "

. L Shows a. new functwnal relatlonsmp between any of the factors wluch
are reqmred for rendering an mventmn in, the mdustna1 art praetlcally oper—
ative,




other inventions which sre ready forimniediats market when:the applieatlon is
filed, or may dctudlly be upon-the: market and immediate: protectmn:from in~
frmgement is-desired.  In such 'case the patent may have to 1ssue i qmekly
in'order to be-utilized by the: 1nventor Lt P Vi

“¥n"general therefore I may conclude from my expeuence L Over the past 25
years with the Patent Office: that with minor suggestions for improvement; it
has functioned very well indeed: = Again looking at the functioning:of the:Patent’
Office from ‘the’ standpoint’ of ‘the broad economy-.of the countiy; and: withessing:
the marvelous technological: growth to whieh thig eountry has achieved, and con-
tinues to achieve, I think it is-fair to-state that the. Patent Ofﬁce syutem has eon-
tributediin very-large measure to this growth. RELY
i When I:come to survey the field of invention I ﬁnd that mventmn mav be
variously classified into two main. groups which-may. be charactenzed by the:
terms “basic invention” and: “derived invention.% .}

Fundamental invention generally stems from 4 more or less complete Lnowl—
edge of the particular field or: fields-of physics, chemistry, optics, and the-likey
and often involves the utilization of -recently discovered knowledge in'these and:
related fields. - Various.-apparently unrelated facts are’ offen  combined - and:
synthesmed by the inventor into new and useful devices -and processes, some
of which may be entirely new..  As an example: I. might cite-the vacuum {ube
as growing out of knowledge gained in the fundamental study of:the electron
during the preceding 50 years, ahd more ‘recently the-invention of various types
of transistor, which grew out of studies in'solid state physics still more recently.

+As an example-of the derived inventlgng, which are more often called gadgets;
one mwht cite the safety pm, \ auous types of tountam pens and penc1ls and the
like. - :
OF course the abm e clasaﬁcatlons may be furthel broken down 1nt0 1nvent10ns
which are relatively simple and those which are more complex.. * .- 3

The concept of a .patent.as a.reward for the inventor is fundamentally a
sound one. - However; unless there is a followthrough between the issuance
of:-the patent and. fts:subsequent development to -a-.commetrcial stage, and its
actual commercialization with a resultant cash income to.the inventor, in gome
degree commensurate with his contribution to society, unless: this comes. to.pass,
the incentive can ¥ery often turn’ into.a burden’upon the more prolific inventor.

“The' intellectual property created- by the inventor, more particularly’ in .the.
field of derived inventionsg, and particularly those in .the form of readily market-
able gadgets can in many cases be.guccessfully- perfected. with relatively:small
capital expenditure by the skilled craftsman very often in his own little work-
shop. '8uch-devices are very often brought to the attention of interested manu-
facturers ‘who subseguently arrange 4 purchase-or license deal .to mangfacture,:
momote, And sell to the eventual-financial benefit of the inyentor.. There-are
various agencies and means open to inventors to bring their inventions to the:
attention of interested parties. Among these.are direct advertisement in trade
journals, magazines, and. newspapers, as well as free .publicity. which . can:be:
obtained at nominal cost.- Also recently:there have -been programs: like, the b1g
1dea which assist in the -exploitation of a:small number-of. inventions.:

- While not entirely satisfactory these means:often afford the small. mdependent,
imentor of reddily commercializable gadgets, devices, and improvements, a mar-:
ket place for his developments.  Such gadgets brought into the market by thes ;
means have greatly enriched our lives and are:to be eneouraged

However, the story.-in.connection with fundamental- mventmns, and those
inventions of both fundamental and derived nature which are more complex, and.
more difficult to brmg to a practical utlhzatmn, vexy often constltute an, entlrely_
dlﬁerent story. ¢ - s

Z'Phes more fundamental 1nvent10ns very often requn‘e a hlghl_v eompetent
technologlst or scientist -with ~educational ~background. approximating; to .the
Ph. D, level, . Very often his. inventive contribution may be the result of manv,
years-of study and work in one or.more related fields of science. Hig work very.
often requires a highly skilled. competence in the:field-of: mathematlcs, Physics,:
and chemistry, with g  deep understanding of:the more theoretical aspects,
which he is able to relate to produce a praeueal end result. . However, once:
the. invention is made, and reduced to a patent: application, and possibly. even
to an issue patent, Wthh may be completely. sound A long and costly penod of
practical development must then ensye. s

It is at this. point, then that the 1nvent01 Who may have contnbuted an inven-.
tion of the utmost 1mportance rnight thereafter find himself in the.greatest of
d{ﬁicultv He must in some manner obtain rlsk capltal to test out an 1{1(—:»9.,=




Under ‘these: cucumstances it ‘séems: to.me that the. g ing.of a.:
not fulfill the purpose intended. ¢ that'the.granting; of a.:patent,does
g 'I‘hat]:l 13, most inventors: who. invent. for the hope of: reward Will: ultlmately ﬁnd

at; that: reward;. if it comes: at all;.under the, circumgtances outlined above
may: be very minor indeed. :/This, may. act.as a «depressant; against - the. furthext
stimulation and further creataon of: new: inventions. - Thus ;the, publlc is pre-
vented from:benefiting: to. the. fullest extent from 'a talented mind. ..

“The major bottleneck: in the above: process :of mventmn, /is the: mmor reward,
or detual disillugionnent:or - disappointment, followed by depressant, against
further inventive effort, or:by. a diversionary action by.the inventor into. cther
fields of : business, commerde, - or:: employment: where regular .income may be
obtamed to fulfill his and his family's needs.. :

It is evident from the above-that risk capxtal is needed at two stages of. the
development of the invention, as follows : .

-1, In the perfection and development of the mventlon 1:0 a commere1a1 stage B

2, For the promotion and commercialization .of. the. patent. - ’

Thus the fulfillment of above two stages in; the obtaining of risk, capltal ‘are
egsential if the inventor is'to derive a reward from his patents. . At the pregent
time these stages are realized in only a .small proporiion of actual cases, and
when they do cccur they come about in the most laissez faiTe manner possxble
Iii other words, chance, opportunity,. and business’ abl.hty are. essentlal for the
ohtammg of risk capital at the present time.

Since it is the purpose: of the Congress to foster science and the useful arts:
and it ig for that purpose that patents are granted, and for that purpose that
rewards are promised ‘to the invenfor- to stimulate his further activity, and to
pay him for his eontribution to society, therefore.it ig my behef that legislation
is needed to assure that effective means are provided to carry, Gt the two steps,
in which risk eapital is needed. Means for providing risk, capital in a regular
and orderly manner must:be developed by:-legislation, rather than as in the pres-
ent chatoie, chance-laden, sporadie, and relatlvely 1neffect1ve procedures, that.
must’ be ‘employed: by present-day inventors. - .. ... 00T )

To this end I have the following suggestions: . n o T

“That the National: Seience Foundation, .or- other GWernment agency 'be ém-
powered to negotiate contracts directly with ifiventors and fo pronde them with -
visk ecapital for their .developments to the point of commercialization, ‘and tha.t
further thereafter, the Congress shall provide additional risk’ capltal by con-
tract to introduce the perfected invention, and promotfe it at least to the pomt
where success or failure is definitely indicated. .

- Buch grants from this:fund will be made available to 1nventors and’ sc1ent1sts
havmg suitable projects requiring risk eapital for steps 1and 2 énumerated above.

“Such grants are presently being made by the Government through sueh ‘agencies
as the Office of Naval Research, the Atomiec Energy Commission, ete., but they
are at the present time: only bemg made available to corporate ent1t1es usnally
for- spemﬁe projects involving the military requirements; or, for general mvestlga-
tion in some basic scientific field of research, aud not necessarily rélated o
patentable inventions:: - In;addition to corporate grouns, unj rsﬂ;y groups are-
also amongst the favored grantees. .

- il believe:that science: and.: the useful arts Would very much heneﬂt from’ the_
o'rantmg of funds for risk-capital under. steps 1, and 2 to, quahﬁed inventors. ¢

- It is also.my suggestion that such funds;may be granted to the inventor with!
the understanding that he subcontract the necessary facilities from umvermty or
corporaté laboratories,. which would be glad to.work under” sich grants’in the'
field specified by the invenior. After the subcontlact is completed 2 report onf
progress:would determme -whether or.mot. it is feamble to proce'd furthe ' ;
step 1, or'with step 2.

- Again-existing- corporate ent1t1es and other e:netmur agen(:les conld. “be sub=
contracted under ‘step:2:by: contract, with the, mventor aud the G‘rovernment to;
commermahze the devices perfected under step i

After:-the:development. hiad.proceeded to the stage Where 1; is elf-supportmg,
then the Government could step out of the_busmess, and allow the"usual license'
or other busrness arrangements i;o earry forward ‘,frem then on, L pnvate:

basigi: : :
The funds for thls Work could be made avallable of the huge mihtary
budget customarily being spent yearly, provided however that the relaxation: of’
tension in the world proceeds, and we are issued into a more peaceful era.

Even if this were not so it would still be desirable to obtain the funds, to take
up the slack in industry, by creating new industries and products which would




S‘lA'l‘EMEV'l oF JOHN A MARzALL, PArENT LAWYER AND FORMER Oo:.mlsemm:n OF'
‘ PA’lF‘NTS, CZE[ICAGG II.L s

: My name ig.J ohn A Marxall and T remde at ]120 Lake Shme Drwe Ohmago 111

T have practiced law-conkinuonsly .ever.:since 1926, specializing -in patent and
trademark matters including. the filing and prosecution of patent and trademark
applicdations before.the Patent: Office, as -well.as defcndmg and prosecuting suits,
partienlarly -patent and trademark smts, in. the vanous dlstrict tourts and conr ts
of .appeals of the United States.: 5

I am admitted .to practice law in. the citaf:es of Mlssouu and 11111:1015 and the-
DlStI‘lCt of Columbia. I am also.admitted to practice.in various:distriet:courts:
and .courts of appeals;:including.the: Court of: Gustoms and Patent Appeals, and
in the Supreme Court of the United States. . ‘ ‘

- At.the present time; I am:senior member ‘of the law ﬂrm. of ’\t[arzall J ohnston,:
Cook & Root, 135 South LaSalle:Street, Chicago, I1L :

I'rior to Docember 2,1949, X was a member of‘the law firm of Speneer ’vIzuzaH
Johnston & Cook, . 185 South LaSalle Street, Chicago, Ill., having resigned from
that firm in 1949 to.accept'the position ag Commissioner: of Patents. ‘

.. In-my opinion, the :reagon for:the enormous Patent Office: backlog, and the
amount of time involved .in-obtaining patents: through the United States Patent
Office, lies.in the fact that:the Patent Office has never been able to catch up on
the hachlog - The backlog is, and has been for many-yéars, responsible for ‘the:
delay in issuing patents. . During my-tenure of’ office as Commissioner of Patents.
approximately one-third of the entire; business of the Patent Office was devoted_
to reducing the backlog.

The Patent Office today is evidently still struggling with the’ backlog, and per-
haps: one-third of the. Office time is devoted to reducing the backlog. Alse, the
severe shortage of examiners has.caused: the backloeg to be increased. Therefore;
the Patent Office examining corps should be substantially inereased to overcome
the backlog, Whereupon the Patent Ofﬁce could operate on & curreni: basm and at:
less expense.- .. ;

. ‘Without having any backlog to take care of, the Patent Oﬂice could eagily be

maintained current.. Patent Office actions would be received only a short time
after filing of the application and after responses; from the applicant or his attor.
ney. T]’HS one-third time, which is used in reducmg the backlog, ‘could be applied:
t0 new. cases 0 make the Patent Office current!. Were the hacklog completely
eliminated, only:two-thirds of the normal personnel would be réguired, regnlting’
in an.gppropriation of:only.-two-thirds.of the actual Appropriation now needed.
Of.course, sufficient trained personnel would:be reguired to’ maintain the Office
current after that condition has been accomplished. Should the Patent Office
ever-get the backlog disposed. of, it could and would operate more efficiently, be
current with respect to dates, and operate on a lower appropriation. 5

After a survey:of the primary examiners of the Patent Office, it was stated
that the examining divigion could increase production from 10 to 15 percent and
jmprove the quality of actions,. if they had proper and adeqguate working condi-
tions, Ifsuch is afact, then thesalaries saved by the incréased production would
pay for a new Patent Office over a period of a few years, I did miake such a’
suggestion but was informed through the office.of the General Services Adminis-
tration that “now is not the time for new and additional building construction.’”
Perhaps-the Patent Office could be operated more advantageously, efficiently, and-
effectively, if it were a separate and independent ageney and a separate building
. weas built-to house the Patent Qffice. A new:Patént Office building should inciude
proper facilities and sufficient Space for efficient: operation, asiwell'as provide for
future e‘:pansmn Air. condltlomng is needed to: ehmmate shutdown t1me m hot
weather.. .

The Clas‘nﬁcatlon D1v1smn of the Patent Oﬂice durmg my term ag Commis-
sioner of Patents, was 2,000 man-years behind. : I believe that such a condition
st111 prevails, A 2,000.man-year classifieation. workload could be overcome by,
employing 100 additional classification examiners for a period of 20 years, or the
addition of 200 classification examiners for & period of 10 years. I had mtended_
adopting the ZO-year program, but lack of money to pay additional examiners,
the difficulty in obtaining additional patent examiners; and the ldck of proper’
working- space prevented: that procedure. - Therefore, it was only possible to
maintain classification slightly above the current requirements at that time. o

The time now required. in obtammg a patent could be materlally reduced it
the original examinatien' was 4’ complete and thoroiigh' ong, so-that -all the art
would be cited in thé first action, leaving nothing more to be determined than the
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to consult experte. I, therefore, am. in favor of ‘the court seeking periodical ad-
vice from experts in the various techmnical fields when necessary to assist the
court in determining only the differences in- constructiou The:law and the: 0b-=
Jectlve reasoning of the court will:still" prevaﬂ E

~In' conelugion, I do not believe there is anything wlong with the Patent Ofﬁee
that more men, money;-and- space cannot cure.

Also, patents can be further strengthened by means of leglslatmn.

STATEMENT OF FOOBMAN MUEI..LER, PATENT ATTOB.‘NEY AND GHAIRMAN NATIONAL
: {COUNCIL OF, PATENT LAW ABSOCIATIONS

F1rst I am very much in favor of what seems 1o be the most 1mp01'tant theme
of your conference of October 10 and 11, 1955, namely, the function of the indi-
vidual inventor, and the stimulation of new enterprises under the various prob-
lems ceeasioned by present legal and economic conditions. "I beliéve this sub-
Jeet should have formal consideration at this time, but more to collect data on the
problem than to start with the supposition that drastic remedies are required
to correct any existing conditions with tespect to the individual inventor and
small business., It ig important to improve existing facilities for the protection of,
and encouragement of, small business and the individual inventor, as I shall point
out, but the patent system is still the principal if not the only means for their
pmtectlon Actually, I believe that “the individual inventor” and “small busi-
ness” are synonymous, for it is the invention of an individwal which is often the -
basis for beginning a small business, and a small business is often sueceszful pri- -
marily as the result of the 1nﬂenu1ty and 1nvent1veness of 1 or 2 individuals. .

I have now. been in the field of patent law for 26 years and in. January 1985
succeeded to the patent law practice of my father upon his death after he had
been involved with the patent system as an inventor and practicing patent lawyer
since Some time. around 1800.. I mention this background and my own experi-
ence only to emphagize that I was brought up in a patent law environment as a
youngster, . Then as a.law clerk and lawyer, went through the economie, social,
and legal changes irom 1929 to date, It is’'my present opinion that the important
change affeetmg small business and the individual invéntor ingofar as patents.
are concerned, is the changed. attitude of the courts toward patents, partmu-
larly'in’ the past 20 years. I have represented 1nd1v1dual mventors, small buki-
nesses built upon patent protectmn and large corporations to whom patents are
equally impertant.  Today, if an individual inventor really has something worths
while and will carry it to a stage where it evidences commercial potent1a11t1es,_
there are individuals. and companies, who will prowde the funds or facilities to’
promoie that invention in somewhat the saine proportion as existéd 15 to 25 years’
ago. The Patent Office iz still domg 2 Very conscientioug and competent job,
although improvements can be made in classification in the Patent Oﬁiee and it.
will be important to réduce the time apphcatmns are pending. .

Otherwise, X believe that the patent. system iz oné of the most potent factors‘
we have today for industrial development “The small inyentor would have no
protection whatsoever without'it,. In fact, to abohsh the Pateut Office or reduce.
its effectiveness today is to takeus hack to sec1ecy of process, and a great' duc—‘.
tion in industrial and ecopomic progress. o i

Agam referring fo. the gmall inventor, T do not. beheve the large mdustnal
labomtones have snpplanted such inventor., Possibly. they have inereased the’
competition, .80 to speak, in making inventiong by their concentratwn on ‘this.’
Undoubtedly, the cost of doing development work in chemlcals and in electromcsf
teday has made Jarge laboratories necessary. . But th1s ig'a regult of the trmes‘
and not an effort to squeezé ‘out the #mall man :

Prior to 1935, the attitude of the courts toward a mentouous 1nvent10n and’
the patent theleon was suﬂicmntly favorable that mdnﬁduals ‘and. companies’
would 'put money into inventions and promote them commercially with the es-
pectation that their investment would be ‘protected to a reasonable extent. The
record of patent invalidation for the. 15 .years, from about. 1935 on, has been.
such that it is dlmost 1mpossm1e for soméone backing #n inventor or a4 gmall
business to expect that patent protectmn will ‘malse hisg’ mvestment reasonably
safe and sound. | Of eourse; many patents Were 1nvahdated prior to 1935 by the'
courts, but the overall Tecord indicated that a ‘new and mentorwus 1nveut10n'
protected by a well prosecuted patent would be tawrably reeogmzed . '

The standard of invention has been raised by the eourts, and the courts have
said as oich in ghéir decisions.: I-do mot believe that the faets, if they could be’




scientist and admlmstrator in industry, which bears on the patent system’ and
may be of inierest to your subeommitiee.  He'is very much concerned about
the great deﬁmency in physicists, as well as engineers generally with respect
to our needs in this country- "He:believes that the gecurity system in both Gov-
ernment development work, and in.industry which has required that so much
scientific work be maintained secret, has beei one ‘of the factors contributing to
this deficiency, He gaid that a trained scientist inhérently wants to “rub elbows”
with ‘similarly trained sc1entlsts, and discuss the work that each .is doing for
whatever value there may ‘be in. such an interchange, and sometimes for the
pleasure that the scientist obtains simply fromn telling of his accomplishments.
He said that this human-trait has sometimes been responsible for causing many
qualified men to go into the higher sciences, and obtain their doctors’ degrees, or
as “doctors,” specialize in the higher sciences. This is where the deficiency today
is even more critical. He recognizes the necessity for maintaining secret develop-
ments wholly concerned with military use. But he believes that the widespresd
prohibition against giving. scientific papers on many indusiry developments as
well as academic accomplishments not entirely, or not-at ‘all, directed fo the
military, has discouraged some embryonic scientists from contmumg with their
academic. work, or remaining in science for their life careers.: Teachers have
disliked - this trend and -their attitudes as well-as those who do not go on to
broader scientifie learmng and’ wmk have reflected thig dlsllke for and 11'r1tat10n
with sgecrecy of- disclosere,

Heé agrees that there are other factors than th1s alone contributing to the
deficiency,-but he believes that: this-ig a very important factor in the present
critical personnel situation in the whole field of engineering and research.

From ihe governmentalresearch $tandpoint I have felt that the Atomic Energy
Act ig unduky restrlctwe in the diggemination of atomic information. . Certainly
atomic energy is going to play an important part in every phase of life within
the next 25 years if the: reports. from the scientists are reasonably accurate.
Accordingly, it might be:. very important. to eon51der the patent end of the Atonnc
Energy Act as well ag the secrecy end.

From the commercial standpoint, we know that mtenee compet1t10n has brought-
about a certain ameunt of secrecy within each company. Certainly some of it
18 justified because the patent system has not provided adequate protection in
view of the attitude of the courts toward patents, which removes what was once
8 more reliable source of protection to the tremendous investments that are
necessary in bringing out new produects and new improveinents. Furthermore,
it is taking so long to get patents, and competltlon and industry move so fast,
that the 2- to S-year period required for the jssuance of a patent is sometimes
as much a8 the useful life of a new product, or‘the first product in a new line
of product development. Accordingly, business which is rigking billions of dol-
ldrs each year in order toexpand our economy and keep it at- a sound rate of
growth has no alternative but to maintain some of its discoveries secret until
it is out on the market. Hngineers and scientists are primarily responsible for
important new products, and improvement on the old.. They have been unablé
to publish the results of their work until the - product is on the market and the
companies (their employers) have been forced from a sound competltlve gtand-
‘point to require that they withhold publication:of their findings.

On- the other hand, a prompt, healthy patent prosecution wherein the patent
does issue from the Office with a better examination due t¢ the up-to-date claggic
fication and competent examining personnel, and a more realistic viewpoint by
the courts would-provide earlier protection. . It would permit. industry to release
information earlier, and yeét providé patent protectlon in relation to the company
investment necessfary to accomplish the new discovery or development: )

In what may appear to be a roupdabout way, therefore, a strong patent sys—
tem eould encourage freer interchange of secientific and ccmmercml eno’meenng
information, and satisfy the scientists and engineers. .The engineering and -seci-
entific professmn involved in this industrial work could publish their findings
-earlier, and the individual could-get the credit that is of interest to some. This;
in tmn, might make a more atiractive env1r0nment and: quahﬁed young men
would be more interested in' going into science and engineering.

"I wai-amazed fo-learn of the substantial suibs of money in fellowshlps and
gcholarghips available for which there are not takers at the present time; or
that men and women ot really gualified are given. these grants in a tremendous
effort to stimuldte an interest to' go into the seiendes. - I am sure that figures
conld be obtamed ‘from- gorie oné of the foundatlons, or one of the foundations

N



My suggestions for a new outlock on the patent structire are given in the
attached memorandum.  The basis of my proposal is simply that the origmal
_intent of'-the Consntutmm be earried-out in- future patent praetlce

MEMORANDUM ON PATENTS

‘The. Constltutlon of the Umted States authorlzes Gongress to seeme to in-
ventors the rights to-their inventions. © To implement this, Congress has enacted
patent.laws, and bas established the Patent. Office, charged’ with examination
of all applications for letters. patent; and with the grant .of patents afier all
technical and legal requivements have been mef, to inventors giving them the
right to the execlusive use of .their inventions for'a period of 17 years.

However; as the patent system now operates,-the grant of a patent gives no
gecurity ; it is merely a basis for litigation. The: grant of rights of exclusion
by the Government is meaningless because at any time during the 17 years (or
after): a. judge can nullify the whole Patent Oﬂice pmceedmgs estabhshed by
the Gongress

It is therefore proposed that the existing- system be so ‘modified that the grant
of a patent, and the Patent Office proceedmgs relatwe thereto, shall not be
reversed except in cages of proven fraud:

Under existing patent laws, an applicant . for letters patent is reqmred to

establish to the satisfaction of the Patent Office that he is the first and true
inventor of the subject matter of the invention, and that the invention is new and
useful. After sat1sfy1ng all the requirements of the Patent Office, the inventor
is zranted a patent giving him the right for 17 years to exclude others from
maklng, using, or selling his patented device. When, however, the inventor tries
by 11t1gat10n to enforce these provisions in accordance with the right granted
him, he is faced with further legal proeeedmg to establish once again his right
to the patent and again provmg that 1t is new and useful, and that he ig the true
and first inventor.

In order to perform its duties, the Patent Office is staffed with technical ex-
verts skilled in the various fields of endeavor, and the Oiﬁce staff also includes
legal experts te insure comphanee with the’ patent laws. ~ As 'a result, a patent
issued in the United States has survived an examination by the best technical
and legzl ninds ‘available to the Governiment for’ determlnmg the merits and
scope of the invention covered by the patent There i3 évery Teason o éxpect
that this examination should be more thorough in scope and interpretation than
that of a nontechnical judiciary. In many cases the latter is forced to rely upon
technical data and conclusions advanced by an attorney whose sole interest lies
in defeating the patent in litigation.

The language of .the.constitutional provision: eoncexrning patent grants is clear,
in that the intent of the framers of the Constitution was that an inventor, hav-
ing complied with the:law and having been granted.a patent, 'wonuld be free to
‘enjoy-the:privileges secured:to him' under the Constitution. It is to be noted
that:the Coustitution .refers-to: “seeuring”:these rights to the: inventor, the’
definition: of securing is:“protecting” or. “guaranteeing”’ The . patent statutes
enacted by Congress and a large volume of court. decisions under these laws
are intended to implement the constitutional provision; but unfortunately the
bresent effect of -the.interpretation of these laws. by the courts provides no
such guaranty for the inventor as is required in the Constitution. As these laws
now- operate, unfortunately, the odds. all too: often favor the party with the- long-
estpurse, =i -

By a change in the system so that a patent may not be declared 1nva11d except
in case of fraud, the intent of the constitutional.provision would be carried out;
there would be fewer but better patents, and the uncertainty and confusion
about the scope.of a United. States patent would be resolved. : This may re
guire the. strengthening. of.the Patent Office staff; but teehmcal questions of
anticipation, involving a. wide. experlence ina partlcular field, will.be properly
resolved by the Patent Office experts in the art, The Jnchclary will pass.upon
what is essentially a. matter:of .trespass: the power of the judiciary in patent
cages will be in no manner;lessened by the propoged change, as it is not intended
that this.proposal shall affect procedures in respect. to Mtigation on. infringe-
ment of patents, except that:an. infringer will be;unable to attack validity of the
patent as justification for, his. trespass.on. the patent -rights whleh have been ]
granted under the seal by the United. States,: :

The constitutional provision, in Tespect to: patents has been held to be a con-
tract between the Government and the inventor; this proposal requires only
that the Government shall live up te its obligation as & contracting party, so that




It seems' that the Patent Department is the.only depm;—t_men_t_ of the . Govern-
ment thatis making any moeney and they surely should be given enough money
to carry on thls lmportant part of our development as the foremost nation: of the
world : s N T IAIEN R S I B R LR S

STATEMENT oF LEsLiE A. Pmcm JAMESTO\VN, N Y.

Senator 0’\Iahoney, you. are on the nght track in rev1s1ng patent laws ami
procedures and might well include copymghts It can be made a spur to initia-
five and progress and an answer to bigness in industry.

May I suggest simplification? For instance, the wide publication of the
standard indexzes or arts.. Simple application forms (without the redtape of
exact slze, drawings, ete.), forms any intelligent person can make out. Therein,
the claim of coverage in appropriate indexes or arts. .Immediate check by clerks
so trained to determine if the invention is appropriately within the index class or
art-or.artsand: itmmediate issuance of a clearance certificate which places it.in the
proper. classifieation. . Th1s «certificate. to all intents and pyrpeses to estabhsh
the right; to. the holder of. mclusmn in. such. elasmﬁcatlon w1th0ut pre:udme
interference, ete... -

. If the invention is aetually m use, and 80 certlﬁed it should be promptly proc-
essed to a. definite. conelusion, or if so certified within 1 year from filing, appli-
eation.. Otherwise it shoyld be open to use fo anyone-upon filing an application
for use: 3 months prior to such use . (with notlﬁcatmn to certificate holder). and
detailed; estimate of the: saving from - or-inceme .therefrom. expected. = Actupal
quarterly reports should be required One-half the estimated. adjusted guarterly
to the actual should be;paid in qunarterly: and divided equally. between Pafent
Office and. certificate holder. and free from. ail taxation up to $10,000 per year.

CAn award fund :should: -be set up:with..a major portion of such Patent Office
re.ceip{ts, 4 reagonable percentage.(say 15 perc_enf_:) to be divided equally amoeng -
prior annual certificate holders: of:-latest year in that classification: or art; 15
percent to.most effective 1nd1v1dua1 produce1s or users under the part10111ar ’
certificate, eté.

This, of course, iz merely a general “outline or suggestmn of the direction T
believe procedure-may. well: take to. be really: eﬂfectwe - Bither it-should be
simplified or, tightened up 80 a patent Would carry real protectmn and actually.
Be policed by Tncle: Sarm.

Like ocur educational system I thmk there should he effeetwe 11a1son between
the Patent Office setup and manufacturers, produecers, and -distributors who
should be promptly and continually notified ‘about new discoveries and inven+
tions in their particular fields—a tie so effective that use of patents in genelal
would be assm:ed and not left to gather dust” 111 any Government oﬁiee

- BTATEMENT OT- HEI‘.ZDN Rers, ST PAUL MIN‘I

I take this opportumty to write to you on behalf of the httle man desirous of

patenting an idea under present procedure. The man in the lower income bracket
(say the three to four thousand bLacket) with a family finds that it is virtually
impossibie to patent an idea from a findncial standpoint. Unless he has backing
of .some sort, he must either abandon his idea completely or find himself en:
snarled in ploblem.s of procedure. If he assigng an intérest in his machine (or
idea, as the case. may be} he finds that he must give up at least a contro]lmg
interést, and often up to a T5-pereent interest, in the.idea in .order to receive
basic finaneial help to endble him to begin productmn or & working model of hig
invention or to eriable hini to start formal applicdtion for patent. Likewige if he
is to approach a, lar ge firm for, possible help he finds that he runs the risk of helng
gohbled Up and may evéntually lose any cldim to his original idea.
. Patent attorney fees are proh1b1t1ve for the small man, No doubt there id
much involved in the séarch for prior art 'and foi eveniial formal patent appli-
cation. However, the than who must.maintain a home and raise a family on his
ealnmgs finds that he must think Iong and hard as to. the ‘advisability of inort-
gaging his home.and possibly his future to borrow In ‘order to'instigate pateni:
proceedings. which may, or .may not, hold up in,the futuve, Durmo‘ the 4-year
interim. that it takes to. pm(e,ess some patent apphcatwns at this time, foreign
patents could be filed which would make our patents ohsolete befole they are even
formany approved.




The House’ Judlclary C mmlttee &) repori: on the bﬂl Whlch became the new
Ipatent liw’ siimmarizes’ the history . of [this constltui‘lonal clause (H.:.Rept.
1923 and also g Rept. 1979, 824 Cong) It points out, that it is I‘eally two
<lauses merged mto one, and that the word “science”. as there nsed -meant knowl-
edge in general, the_ progress of which . Congress was empowered to promote
by giving anthors ‘an inegntive to ‘write and publish. . It reninds us-that all
j&f th’e early pa = t'acts. Were entltled “Acts To. Promote the Progress of Useful

ris. ;

Perhaps the dlssemmat 1 these s1mp1e fa s W].ll, tend to 1nh1b1t further
growth of the mmleadmv notion that the purpoese of - the. patent system is the
promotion only of sciences, such ag physms and, chemistry, an idea which ‘not
-only ignores the specific 1eference o ugeful arts. bt attaches to the word “science”
a meamng it has acquired only in relatwely recent tlmes o

Man, in hig capacity of verbal animal, has a propensity for comphcatmg the
simple fundamentals, In addition, as Mr. Justice Holmes once said, “It is one
of the misfortunes of the law that ideas become: encysted in phrases and, there-
fore, for a long time éeage to provoke further analysis.” 'This is as true in
patent law as in any other field and from time to time the patent system has
suffered from these human failings. -

The patent grants, .as stated in section 154 of the: 19562 act, “the right to
exclude others from making, using, or. selling the invention.” Congress -has
declared, moreover, in section 261, this this patent right shall have the: attnbutes.
-0f personal property and jin section 282 that it shall be presumed valid. :

Let us think simply -about why the.law. provides for the creation of: such
property rights.  There is a_single simple reason: ‘‘to.promote the progress
of * * * ygeful arts” How, is this prometion effected by patents? Many things
have been said about compensatlon or reward for ingenuity,:toil and expense,
incentive to dlsclose, inducement to invest risk capital. ~All of this is true but the
simple answer is usually not mentloned It hag never: been.more: cogently ex-
pressed than in the editorial in the Janmary 5, [1953; issued: of Life magazine
‘which'is devoted to “the American and His Econom:,r ? . After saying that the
secret of American wealth, if we could name it;. s more preclous thin the
wealth, as the golden goose.was worth more than her eggs, it states this con-
neluswn “At the heart of this. United States system are.indeed many motives—=
a8 Many, p erhaps, agin. democn acy itself. Yet one motive remains fundamental,
in theéry and in fact. . This is the.old selﬁSh hope of self- betterment also
known (forgive the expressmn) a8 money.”’

ZMONOPOLY

It was known as long ago as Anstotle and unquestmnably long before he
wrote of it, that the holcier ofa ]1101101)013’ of something in demand stands to profit
from it. A patent ig'a temporary monopoly . :

‘Monopoly is not mherently evil, it is merely power. Power cannot be eharacter—
1zed ag good or bdd. The patent system taps that power. and puts it %o work
in the public interest, to promote the useful arts.’

Failure to comprehend this.simple fact, dlsparagmg patents merely because
they are a kind of monopoly, diminighing thelr effectiveness as monopolies, while
they last, has only the eﬂfect of defeating their constitutional purpose and lessen-
ing their effectiveness in promoting. progress.. This would seem to be contrary
to what Congress still regards as sound public policy.

Monopoly has become such. an emotional word—hke commumsm__that I
should just like to remark that there is no more reason for condemning it in all
its forms than there is for attacking every kind of trust because we have anti-
trust laws, which is no longer a very appropriate name for them anyway. . AS
the trust i3 a very useful legal institution, so the patent is a type of monopoly
which is a very, usefnl instrument of public pohcy»—xf it ig clear]y recognized for
what it is, 8 powerful economic incentive,

Thig emotionalism about monopoly—which is a word of such Wlde scope. that
out of context it conveys no definite meaning—has produced some absurd re-
sults. The Supreme Court has said sometimes that patents are monopolies and
at other times, with great elaboration, that they are noj: ‘The tendency.of the_
modern -text writers has been to seize on the latter view and to perpetuate a
fallacy. Robinson, sound . as usual, writing in 1890, the year of the Sherman
Act, deemed if very 1mportan1: to the proper development of the law to under-
stand that a patentis a frue monopoly. . ) ‘



the art, technieal brother of the ordmary reasonable man . If the courts do not
stick to ordinary skill as’ a standard they can. quite leadlly rule out the . class
whicli ‘does the inventing.' ~ ‘
Now, to get back to simple fundamentals again, nonobkusness, added to}
novelty, bringy patentability into line with the basic distinetion between. zood
ardevil: monopolies, assunng ‘the peoplé of” freedom ‘and. llberty not only.in what
they had before but also'in what they have a right to expect in the way of spon-
taneous advances from those of drdingary skill in the art. . .
Public policy does not provide vs with any self-evident reagon for going beyond
this basic reqmrement If the couirts can be persuaded to take the new.law at
face value and get over their confused. thinking about monopoly, we will be- far.
alo]gg the road to overcomlng current eomplamts about the ope1 ation of the patent
system, ’ . o L . :

STATEMBNT OF ESTELLE Rmé., Avrpor, N]'BW.'YO'R,K,' N. Y.
"REFORMS PROPOSED FOR PATRNT SYSTEM

My d1st1ngulshed father the late Wliag . R1es, fellow of the Amenean Asso-:

ciation for the Advancement of Beience, took out nearly 300 patents, 1nelud1ng;
such. tremendously important ones ag sound on film, on which talking pictuies
are based; alternating-current railway systems on which modern rapul tranmt:
functions; eleciric welding, electrie riveting, and many others..- :
- In pmctmally every case, injustices, slowness, uneomprehensmn redtape, h1gh
costs of services, rigidity, and a long list of other Patent Office perversities and
weaknesses snatehed many fortunes from under the nese.of my father, A large
number of ingtances of frustration and .anguish rewarded him instead of the
alleged protection the patents. were-supposed- to-give him.  Many of these I
describe in my book, Elias R.. Ries, . Invenior, published by Philosophical Library.
I also give many suggestions. which .should fall: right-in line with what the: Sub-
committee on Patents is undertaking. .. Let me try_- to. summarize a.fewof them.
. It should be realized that. there .are-two major types of invention.  One is.a
smaple ‘aftair or novelty. wlnch may.be readily produced, easily promoted imme-
diately,adopted, and can make its inventor an easy: fortune.::The othér and far
more:;important elass of inventions may not come into use despite all efforts of
the patentée, during the .17, years of-the life.of the. patent... Among. these are
those of a highly original. and fundamental type which may . form-a new departure
on previous and well-settled practice ;.or:again, inventions that are ahead of. their-
time, and require the.art.to grow up.to.a point ,where they ‘can be: successfully
utlllzed .ar those that from.their very nature require the investment and risk
of a large amount .of money, from someone -cther- than an. impecunions inventor:
Pefore even a practical:demonstration of the advantages claimed by the inventor
can, be had; or sueh inventions as can be nsed only by some exisiing monopoly,
Tike. a raﬂroad or:a. telephone corporation, whose interests or fancied interests
may.lie in throttlmg or shelving the invention. . . Such patents by their complexity
and profundity pose many . difficulties, ,in every. aspect of acquiring .them: . -

.. Many. of these classes of inventions, eventually eonfer the greatest benefit upon
the world at large.. Those.who are- responmblq for their ereation, suffering :all
sorts.of privations in, their efforts, are customarily left -without even adequate
reward,,. Indeed, such inventors are fortunate if.the training of the public mind
or the growth of the art has been. sufficlent. to eause the invention to be adopted
in a tentative way during .the last. year or two: of the life of the patent.

Naturally the more creative and prolific an inyentor is, the -more the costs for
alleged patent protection.  If .a man has nearly. 300 patents -in;:various. stages
of application, amending,. mterference, allowanee, and so on, thousands and thou-
sands of dollars are involved, not.the mere $60 which -would be paid for.the simple
one-time.inventor’s effort; . Hnormous juggling with many ideas is involved. to
meet, patent office dates and_deadlme fees; for if the final fee iz not paid within
6; months, the pabent is. fo1fe1tec1 desplte 1ts allowance It 1s the multlphcatmn

1See L—O—F Gzaas Fibers G'ompany . Watson, G'am’r (107 U S Q 197) deeided
‘November. 3, 1955, after the. date .of thig 1etter, wherem the Court of AppeaIs, District of
Columbia, sa1d in reversing the lower court, at A:) 201:

“Who i ‘wiilled in the art’? The trial ju oo coneluded he must be one ‘sich_ag Dr.
‘Plummer: is’ ‘hut: Dr. Plummer: had risen to’the post of general manager of Glass Fibers,
Ine:; practming the Cook- dlsclosnre fof, the apphcntion in suit] - He was far more thau
a person having ‘ordinary skill in the art.’

This’ same ‘decision accepts Judze Hend's’ 1nterpretation of ‘B8 U, 8. ¢ 103 in Lyrm v.
,Bausoh & Lonth, supra.

I



hold up: purchase:in;.anticipation; of thae expiration.of. the patent.. It would
speediup.progress,. It.would:algo agsure just:compensation. .to..the, inventor, 1f
his:. patent: hag: any value,:and the manufacturer.would Enow: whele he stands,
For the multitudes of valueless patents the effects would be.asnow; no one. would
want to use:them anyway: and their present. status. would- not be. alte1 ed, go that
only ipatents -of; value: would: ¢ome .under: the mew:. arrangement. The: patent
might revert to the Government: after tthe inventor’s: death %0 there wonld still
he no danger of “holding up the development of the art for the zood of mankind.?
But even:affer his: death:the:invention-ghould be;paid:for 17 years ;-paid in th1s
cage;toihis famlly, or lackmg one, to-the. Governmeut for the advancement of
the Patent Office:.: : Qi : :

;; Another recommendatmn m1ght be wit reference to patent fees As 1t 1s now,
patent fees-are:in.effect a:tax upon.creativeness. and: dlscourage_those Yery
powers which a county depends:upon for. progress. .. Of:course the majority;.of
inventions are actually without ultimate value. i"A small fee to.cover the work
of. the Patent;Office is therefore reasonable...:¥et the.Patent Office- might better;
perhaps; depend for.its chief support:upon: fees; deducted. from-profit resulting -
from -commercial: disposal of: the invention. A 1lor2.percent deducted from the
profit:that:manufacturers make .on:the use of inventions, coming .into the coffers
of -the ‘Patent: Office for:the:17.yearg of active life-of 8. patent;would be z real
resource: to the: Patent Office.. It would enable the:Government. to: put. the
Patent: Office: staff: on a far miore:substantial:basis: without unduly tazing.the
inveiitor :in handling: his:case in-the; office,:butialso .payiand maintain the most
efficient experts to be had, bring it work up.to date, -and:offer better access to.
its- publications: -Such: a: bax might -alge: make: possible: the. sponsoring: of re—
seatch- scholarshlps and .other gources of bénefit to-creative thinkers. -

- In principle,: patents:aré intended to protect the inventor.: In. effect they de
the opposite;; The inventor must always be pretectmg the patent wlnch is.a
case of the proverbial tail:wagging the dog. . . g

-The:problem is Just ag:trying to: the: sponsor of a patent The pateni: may
be buffeted aboutiin:the lower:courts, the.opinions: eonﬁmtmg, until finally and
in-most: complete. form: it reaches: the: Federal .Court: of- Appeals. Here,after a
most :exhaugtive trial, the jpatent. may'be unafiimously- held: to:. be valid:. : But
on:some pretext;: it:may: reach:the UnitediStates. Supreme @ourt, - And in that
Court;:which could not:have Known-much of:the subject matter;: it may be:unani-
mously-held to be.invalid.:: There:are: plenty: of exdmples.of such oceurrénces:

After the inventor has a patent, we:therefore see,:the: patent has no value
unless:it is: fought out in: the courts—and.: then it often-has no:value: It is a
matter. of -history that :Hdison -and -his :associates -had:to payimore than:$1
million:to: prove his right: to: the incandescent: light, even though his.claims had
been. duly: vouched- for by ithé United: States Patent Office, : Whaf chance-has
the inventor -working,-alone', the: one swho has:no:milion-doHar backing to :fight
for him?  What is-the use.paying:even $60 for a patent that: needs further -sup-
port in such figures, and: such: feeble support as a patent gwes after all the
smoke has cleared away ¥ : B

- Does it need any argument to show that a patent is: the most hazardous prop-
erty that-can be named? : It mndergoes:in. the Patent.Office itself: d'most: search-
ing inquisition, and is not granted until value and novelty: are shown. - —It‘is-tl_lei:t"
immediately. pirated—that -is: a ‘habit we have.: And in-the last analysis; @n-
less the-inventor has. infinite pat1ence and:large means, ‘he: is-robbed, and what
the Patent. Office itself has found; is’treated as: of Mo cofisequence. ..

.Libelieve -hordes: of inventors - must be' discouraged: by the fact that the Patent
Ofﬁee grants patents, and then after the inventor thinks he has something, inter-
ferenceg-and litigations; piracy and fees to lawyers take all hlS money and often
utilize the.entire life ofithe patent. :: i

.- In iy father’s:experience, patent lawyers made more money on h1s cases than
he ever made, To get.any: money meant; 1mmed1ately to! spend :some-of ' it:upon.
further:experiments; it most of :it for meeting -a: Patent: Office: date or averting
a-forfeiture, or to pay a patentilawyer, to prosecute an important case:- We
were. all sls.ves to: the Patent: Office axnd ifs insistent, assorted, and:eountless de~
mands.:; There was never. anything.to:gpend ifori the- normal wlesirey of . living.
s Bueh was the ferrific urgeiof.my:father’s dynamic:mind that-when one of these
master: inventions, -with its -hundred ramifications; was technically demonstrated
and placed before the publie,:anéther master invention: with:its own particular
hundred ramifieations was forthcoming. - The' first- would: be in' the: back: of ‘his
‘head as of possible commerclalalmportance, and: no-one:can ‘say. he. was-other
than: consmentlous and il ; i these forward' ommermally as far
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coveries as would solve our most gerious. problems, but.through laek of capltal]
through, fear of theft directly and indirectly, through inability t_o manufactire
and merchandise; and through the long delays. of legal aspects incident -to the
obtaining - and -protection of patents, there. is frustration .and, waste of thest.

reciolis assets.. . : D e L -
» My father wrote, “Patent attorneys are usually so crowded_w1th cther caseés
that it becomes impracticable for them to amend the applications of any given,
client as soon as he would have them do so, the result being that in many applica-’
tions which T have entrusteéd to others to.prosecute,.my atforneys have been.
compelled -to. make perfunctory amendments ai the 11th hour, merely to keep
the application. from .abandonment, where if .a longer. time were, availabl_e: a.
proper and more responsive amendment that wownld put the case into condition
for.speedy allowance.could and would. have been made.” s L

1t is Likely that considerable inefficiency results from most inventors ap_plx_fmg-

for assistance to patent attorneys, The patent attorney’s efforts ghould be limited
to the legal aspects of getting a patent.and in trial work resulting from. inter-.
ferences, ete. Patent attorneys are now so overloaded with extraneous concerns: .
pertaining to patents that they often push. ahead. actual legal mafters in which .
dates important to the inveutor may be forfeited. .There should instead be.a
class of patent engineers to whom an -inventor might apply for technical and
market adyice before he ever approaches the field of the patent attorney. A
patent, engineer would be gunalified to determine whether the invention. as:such

is sound, and whaf its marketing possibilities might be expected to be. .This
could. eliminate many deviees which .clutter up the time and energy of patent.
attorneys; delay the work of the Patent Office, and  give rise. to. false hopes,
among would-be inventors. - i i BRI i

The patent courts should surely be manned by persons educated in electricity,:
chemistry, or other science specialty as well as in law. If judges cannot be found
with this facility, then the court should have a judge and an engjneer, as this
work cannot be honestly or effectively performed by but either one skill alone.

Only persons of considerable wealth have any chance in a patent:suit, Manu-
facturers appear to have lost all respect for the patent system, and nonchalantly
“pirate” any invention that they want. Something must be done to restore
respect for the patent system. Whether by éducation of the manufdeturers and
appesling to their better natures, or. by .reforming the.gystem so that.it will
inspire and demand respect, and by instituting safeguards -whereby this evil:
pirating will be greatly diminished if not eliminated. Tt 1s certainly no less.a:
theft because it is done on a grand scale, It is amazing that publie opinion; or:
even individual consciences, sanction the kind of pirating of inventions that has

become g0 commonplace. Lo
- My father, lacking the temperamental littleness or cunning to fight business.
men at their own game either by siding with the racketeering instincts many of:
them possess, or ignoring them, was in a never-ending turmoil .of legal proceed-:
ings, There were deliberate infringements by concerns who relied on their:
staff of high-priced lawyers to tire out the impecunious inventor by:protracted
litigation. There were costly interference suits brought for the same purpose.:
‘They could have legally acquired the inventions at probably less than they paid:
to evade purchase by circuitous methods and legal subterfuge. . - - S

~ My father found himself time and time again forced to sell for a relatively.
small gum, patents which in the hands. of corporations powerful enough to pro-
tect them, became worth fortunes. Time and again he was legally prevented,
or rather prevented legally, from obtaining the benefit of his products for years;:
winning -vindication in some cases only after the patent had expired and was
worthless. to him as personal property. -And when money was forthcoming,:
there were the lawyers waiting- at the top of the line to. take huge slices. : It:
almost seemed as though Ries were working, nof to aid society, not even tfo:
care for his family, but to produce income for lawyers. The man who-gave the:
buginess world a score of the major inventions which- have become an essential:
part of itg fabric, never received enough fo pay:the debis contracted in their:
promotion. T e T S S IS PP R R N R
It bas. come to, my attention that, as could be expected, the:Soviet inventor:
has no property right in what he has devised. :The state appropriates his ideas.:
Yet he receives a reward, The industry that finds his conception of- uge pays:
one-quarter of the savingy effected by -hig.ingenuity into a fund for.the .en-
couragement of invention, .Out of this fund cash awards are made. It is quite:
pogsible. that some such, idea could be: adapted here to achieve a.similar result,;

A revolving fund might weil be developed.
' 6BE3Z G2



uemg, you contract the area of its exposure .to.the self-correcting forces of the
law. Td'time such a body of law, secluded from the rest, develops a- jargon of
its own, thought patterns that.are unique,.internal pollc1es which: it subserves
and whlch are dlfferent from and sometimes- at odds with the p011c1es pur:sued
by the general law,

Such conflicts, when they emerge in spectaeular form 1ndnce a publle cynlelsm
about the law and a gense of m:;ustlee._ In sueh a_ chmate the patent systenr may:
notfaretooweﬂ e Lot O P R L

. SPECIALIZED J 'UDICIARY LEADS To DEC‘-ADENCE OF I.AW'

Moreover a specialized patent court would breed other unfortunate eouse--,
quences.: The patent bar is already specialized. At ‘present, however, patent law-:
yers practice before nenspecialized judges ahd accommodate themselves to the
necessity of conveying the purposes of their calling to laymen. Once yon com-
plete the cirele of specialization by having a specialized court as well as & spe-
cialized bar, then you have set aside a body of wisdom that is the exclusive pos-
session of 4 very small group. of men, who take.their purposes fur:granted. Very
soon their internal language becomes so highly stylized 28 to.be unintelligible to
the uninitiated. That in turn intensifies the seclusiveness of that branch of the
law and that further immunizes it against the refreshment of new ideas, su gges-
tions, adjustments, and- compromises which constitute the very tlssue ‘of any.
leng system of law, . In fime;like a primitive priesteraft, content with its vested
privileges, it ceases to proselytize, to win converts to-its canse, to' persuade lay-
men of the social values. that it dt_fends Such a. development 1s mvanably a
cause of decadence and decay ‘

-The root of the matter is that there iz a d1fferenee between specmhzatmn on,
the administrative level and specialization on the judicial level. On the admm-_
istrative level there is advantage to be derived from cloge familiarity with the
pattern of activity which is the subject of administrative action ahd regulation.
The very essence of the judicial function, however, i 2 detachment from a dlS-
passmnateness about the activity under scrutmy :

The views thus far expressed are of general derlvatmn They are not espe-'
cially related to the patent law.  They are equally pertinent to' the -admiralty
law, to bankruptcy, to security regulation, or any ofher of the’ great provinces
of the law. The views expressed stem from a'conception-of the place and func-
tion of the law in a democratic society as the arbiter and mediator of conflicting -
social interests and demands.. A one—functlon court cannot aSSISf.: the Iaw to dis~
charge that responsibitity. :

: NO BENEFIT WILL BE OBTAINED FBOM HAVING PATENT COURT

" The patent law itgelfd contrlbutes a number of conmderatlons Whmh welgh\
against the proposal for a patent court.. One of those iz that the benefits of
expert knowledge which are forecast. by the propenents of the change will not be
realized in any substantial dégree. It is hardly te be supposed that the members
of a patent court will be so omniscient ag to possess speeialized skill in chemis-
try, in electronics, mechanics, and in vast fields. of discovery as yet uncharted..
The expert in organie chemistry brings no special light to guide him.in the: deci-
sion of a problem relating to radioactivity. Gonsequently, even judges serving:

upon a specialized. patent ecourt will, In. any particular case, prove to be non-
experts except only with respect to the patent law itself, But knowledge of the
patent law has never presented any grave problem. The patent law presents no:
greater difficulties to its mastery than any other branch of the- law, Reading the
judicial literature created. through patent litigation, I am not aware of any
marked deficiency on the part of the present judiciary in comprehendmg the:
prmmples of law relevant $o a decision in patent.cases.

Another congideration derived from the patent law is that ehanges in patent
litigation have already made the proposal stale. Pafent. htlgatlon hag overflowed
jts ancient channel. Today one who can navigate only in so-called. pure patent
law is'inadequate as a patent lawyer and insufficlent as a patent:judge.. Today:
patent Iitigation is most frequently met with. in close association. with .other
branches of the law such as unfair competition, trademarks, confidential sub-
missions, antitrust, and ¢orporate. reorgamzatmns It is apparent that the patent:
expetrt can be oniy moderately leamed in all these additional departments. : It
follows that hke most experts, he can bring hig speciel knowledge to bear 011
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STATEMENT or LoUurs ROBERTSON, PATENT ATTORNEY CHIGAGO II.L :'.‘—'

LEGISLATION DS]?DCIALLY FOR INVENTORB

I‘ree-lance mventms whose funds are usually 11m1ted have Some specml prob—
lems. which can be cured or alleviated by 1eglslatmn Seekmg to solve such prob-
lems is not intended to conjure up & nonexigtent conflict befween soch inventors
and. research departments. Legislation whick will help one will.usually help
the other, and probably will never hurt the other. But legislation which to a
research department may seem not worth the troubie of seeking. enactment may
help fill a resl uled for the inventor.

Most but not all legislation needed for the individual inventor Would reduce
the expense needed to come under the patent system or to get justice under 11_;
Saving a few dollars here and a few dollars there may save the patent system
from being thought:of by the intelligent free-lance inventors ag somethmg 1o be
used only once or twice in a lifetime when the invention in question séems almost
3 eertain moneymaker.  In short, it may make the patent system fanetion better
for the miscellaneous progress we seek.

The special problems of the inventor tend to be neglected When Ieglslatmn 15
being congidered, We had an example of that during these recent round- tahle
hearings, and I was the chief culput In announcing plans for the hearmgs,
in issuing the eall, and in opening remarks, Senator O'Mahoney made clear a
desire to improve ‘the patent system for the ordinary inventor, Being one of
the most ardent advocates in the country of legislation on behalf of the indi-
vidual inventor, I had come to the hearings with a long list of items of legisla-
tion which I intended to urge. But I mentioned not 1 of the items on that list,
except 2 which were not really of the type relating mainly to inventors’ prob-
lems,  'Why ? Becanse of the lack of time, when 50 many wanted to be heard ; and
because other things seemed at the moment even more important to get across.

‘With such an example before us, it is eagy to see that inventors’ problems have

~ a tendency to be put aside for another time. The game thing happened during
the drafting of the 1952 Patent Act. - Legislation to save the patent system from
the courts was more imporfant than legislation directed toward the pecwliar
problems of inventors. Iurthermore there was danger that introduecing any of
‘the new thoughts would raise controversial questions which might delay pas-
sage of the bill,  In any event, it seems obvious now that, unless very special
efforts are made to take up the problems of the mdwldual Anventor, Lhey- will
continue to be left by the wayside. :

Tt seems doubtful that the full list of items which I had planned to dlseuss
ean best be introduced in a written statement, such as this, Support by the
bar is probably necessary, and this statement is not iikely.to be widely read
within the har. Quite a few of the proposals are already. found in published
literature. See, for example, my article, “Proposed Program on Behalf of In-
ventors” in-the. November 1944 Journal of| the Patent Ofﬁce Society, page T69.
See also the various reports of the guccessive inventors committees of the Armer-
ican Bar Assoctition’s section -on patent, trademark, and copyright laws puh-
lished in the patent section’s annual committee report .pamphlets beginning in
1947.. Many and perhaps most of this commlttee 'S recommendatlons have falled
to securé patent section approval, .

In order to illustrate the field of legislation. of the type: whmh Would be [
pecially beneficial to the 1nd1v1dua1 inventors, a: few of. the 1tems Wl].}. now he
discusged. .

F@lmgm}'ormaldtsclosumsmPatentOmce S e T

Mr. Brunmga, in his remarks, gave some suggestion for the filing of informal
disclosures in the Patent Office, According to his version of the plan, the Patent
Office would even make searches. Various different types of this general proposal
have been made from time to time. One of the simpler forms has been worked
on by different inventory eommittees of the patent. section of the American Bar
Assoclation,” According to the form which they have proposed, the filing would
be of the simplest possible type from the standpoint of Patent Office handling,
Indeed, in their latest version, in the report of 1955, they recommended that the
d1sclosures be kept by the Patent Office.in'a sealed envelope so that they would
never even be read by the Patent Office, unless called for by the inventor to sup-
port a subsequent application of thé usual form. Hven in such subsequent appli-
cation, the sealed envelope would not’ ordinarily.be opened until the evidence
within it should be needed in the event of an oceasion on which the applicant
would have to prove an earlier date than the ﬁlmg date of t]ns ﬁnal apphcatlon
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many have thought in the past. It is now becoming recognized that, since the
patent system is an incentive system, the best public interest is riot necessarily
.gerved by decreasing the incentive by extracting the full cost, of administration
from the inventors whose activities the system: seeks to.induce, | Now that it.is
recognized that the Patent Office will forevermore be losing a substantial amoufit
of money on each application on the average, a differenf philosophy as to fees
weems to be in order. It ig quite eonceivable that the Patent Oilice financial re-
-ports. will look better (if thig is considered of any importance) if applicants are
persuaded to insert new disclosure by amendment without a fee instead of by a
‘new-application with a fee which fails to pay for the additional work resulting.

Delayed filing of patent applications : . i
" Mhis proposal to permit the filing of patent applications mere than 1 year
after a public use or published disclosure derived from the applicant’'s invention
jg included in the present discussion 28 an'example of a change of law which i3
_of especial interest to individual inventors for reasons other than saving money.
It just happens that the individual inventor seems to be most often the victim of
waiting too long to file an application. This may be the result of finaseial con-
giderations. It could also be that among the individual inventors (other than
“those who think every idea is a million dollar idea), the realization that a given
‘idea has the commercial value to justify a patent application is slow to.develop.
Regardless of the cause, attorneys have experienced numerous instaneces in which
an inventdr decided to patent his invention, only to find that he was too late be.
‘canuse he had put his invention in public use more than a year earlier.. This is oh-
jectionable, not only because it defeats justice, but also bechuse both the patent
system and its functioning as an incentive to inventors ag a c¢lass are hurt by every
such ingtance of the defeat of justice to an invenfor. ' i L -
" Until 1939, the period which is now 1 year had been 2 years.. The considerations
‘which led to a shortening.of the period need not be-sacrificed by the proposed
change. The delayeéd issuance of patents could usually be prevented by a short-
ening period for response to successive Patent Office actions on the applications.
‘Doubts that published disclosures or publicly used devices antedating a patent
dpplication date by more than a year are usable against a patent could be dis-
pelled by requiring a delayed application to include suitable identification of any
published disclosure or public use more than a year earlier, derived from the ap-
plicant.. The statute providing the alleviation here proposed could also include
‘a provision for shortening the term of the patent when it would otherwise last too
Jong after the first public use or published disclosure, and a provision for pro-
‘tecting intervenors from any delayed patenis-as they.are now protected from re-
‘issued patents. © .o - e
Protection of inventors from unscrupulous praciices of some advertising attorneys
Another - type of problem of especial coneern to individual inventors is the
problem of protecting them from unserupulous practices, such as seem to be
indulged in by some of the very few patent attorneys or agents who acquiré
thelr eliéntele by display advertisements in popular magazines, It is my opinion,
based on years of observation and backed by a very small sampling of patenty
(those in' one bound volume-chHosen indiseriminately a few years ago), that there
is- a4’ disgraceful percentage of instances in which.the independent patentee has
been fleeced by failure of an advertising patent practitioner to give him: honest .

advice and services.” . . s 0

-Phig item can stand as an example of a field for congressional action without
‘going into it in further detail. " It can also stand as an example of the possibility
of influence by congressional action short of legislation: . Indeed, it is probablé
that the advertising practice which lends itself to the fleecing practices in gues-
tion, would have been terminated by. administrative action a few years ago, if
the ‘advertisers had not somewhere found enough influence to” prevent the
administrative action. o S BT
Flexibility in polent claim practice . . - i~ .. .. P =

Tt-is recommended .thdt some statute be enacted to reduce as far as is practis
cable the present rigidity of patent-claim practice.. If the statute goed far-enough,
it can save money, speed:the issnance:of patents, and result in better justice. -
-, It could save money in reducing at various points the money spent in éonnection
with patent .claims. - First i$ the drafting ‘of the ¢laim; -second, the examining
of the claims and arguing back and forth on their wording; and third, the print-
ing of the claims, and fourth, the studying of the claims by countless attorneys
and others after the patent issues. ‘ . .
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Let 1t not be agsmmed that the chief purpose of such a statute would be to
permit simplification of claim style, Indeed, if the Commissioner of Patents
ghould resist change of claim style to such an extent that ho great simplification
should be apparent for many years, the change of,statute Would still bée desirable
from the staudpoint of obtaining better Justlee and reducmg cogts in other
Tespects. R e

Improved justice by ﬂembzhty of: elaim mterpreta.twn

At.the present time, relief is ordinarily refused a patentee unless he has in his
patent a claim which does two things:

1. Defines invention by distinguishing from everythmg which has been done
or published before, and from mere noninventive variations thereof.

‘2, Reads on the accused strueture of the defendant. (Uncertain and hmlted

exceptions duae to unpredlctable apphcatmn of thc doctmnc of: equwalents are.
'here ignored.)
" If all infringements were exact copies of the- form of the invention patented,
there would, of course, be little difficulty. Usually, however, the defendant has
departed so far from the disclosed form of the inventionr that, with the benefit
of wishful thinking, he believes he has not used the patented invention. To
protect-the inventive concept even when disguised by changes, it is the practice
in solieiting patents to seek a claim which defines the invention as broadly as
possible so that no matter how the defendant uses the inventive concepf taught
by the patent, he will lie within such a claim. It is not gafe to rely on such
a broad claim alone, however, because when drawn so broadly, it is likely to be
of dubious validity. In short, it is likely to fail to perform the functiom 1
above of defining invention over all that has been done before.

Accordingly, it is the general plactlce to provide claims of intermedi-
ate scope, each a little roore limited in its scope than the broadest or the
‘next broader claim. The narrowest of this series of claims will try to brxing
into the claim everything which adds to the broad inventive concept some
further possible. patentability, so that this claim wﬂl have the maximum chance
of being sustained as patentable L

Now if an infringer is so foolish or go disrespectinl of patents, as to make an
exact copy of the patentee’s form of his invention, he will be sued for infringe-
ment of this claim of maximum patentability. If the infringer avoids making
an exact copy by some minor redesigning, he will probably be sued under one
of the other claims of intermediate scope having a little less than maximum
strength of patentability., If the infringer so thoroughly rede51gns as to avold
‘everything except the essential concept he will probably have to be sued under
only the broadest claim, one whmh 1s more 11kely than any of the others to be
held unpatentable

For example, if the inventor of the separablc dress, for which clauns: were
given above, had been entifled to do so, he would plobably have included a elaim
gimitar to the one guoted but not specifying that the line of separation extends
‘behind the sleeve. If the infringer made dressés in which the line of gsepara-
-tion extended down the length of the sleeves instead of behind the slesve, thug
dividing the sleeve itself, he would have to be sued only on this broader claim
here suggested. If, however, he should copy the feature of having the entire
sleeve on the front portion of the dress, with the cleavage behind the sleeve,
he would be'saéd under the claim quoted above. !

" Now, if the dangers of doing so will permit us to change the law so as to make
unnecessary these claimg of intermediate and narrower scope, we can accoIm-
plish'several desirable things.

(1) We can save time and. therefore money for the applicant and the Gov-
ernment. Perhaps the time saved will be considerably less than half of the
time now spent on elalms because it is the broader claims which requlre mast
of  the arguing hack and forth hetween the Patent Office examiner and the
attorney. . However, there will be some time saving in ordinary cases. In &
few cases where therc is congiderable time spent on the mere guestion of how
manygl claimg are necessary for adequate yrotection, all of thls time can be
save :

(2),The patent can issue with fewer claims. At the Ieast thls saves money in
printing, Possible further savings are indicated below.,

" (8) The time spent in studying the claims of .a patent will he greatly re-
duced. Thers is some possibility that in the small percentage of instances
where a patent cannot be eliminated from consideration by the mere study of the
clalms wh1ch would t‘hus he made qmcker, the t1me sa.ved 1n readlng the clalms
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the same extent as now. Perhaps it is impossible to tell without experience
whether, once the investigating attorney has been put on guard by such a broad
‘claim, the further study would be guicker or glower on the average without the
intermediate claims. I seems clear that: there_would be times when it would
he slower, and times when it would be faster. It does not appear that the
average would be 80 much greater as to preclude trying this change of law.
which would certainly result in better proteetlon for inventors. -

The 1aw could provide for a list of additive features to appear immediately
preceding the claims to be available for consideration in eonjunction with 'the -
claim. A simple ligt could serve as much better guidance than present inter-
mediate claims. - The law counld provide that, unless the inventive concept utilized
by the defendant is reasonably apparent from the claims and from this list, the
granting of an Injunetion would be discretionary with the court. Of course, the
law could make all relief under such circumstances diseretionary with the court,
but I am inclined to the view that an infringer who should have been put on his
guard by -the presence of a broad claim, even though. invalid, should not escape
scottfree. A law of this type would encourage a good enough list of additive
features g0 that it would be relafively easy for the investigating attorney to see
the full extent of any concept within the broad claim used by the structure in
fuestion so ag fo be able to eva]uate mtelhgently the chances that this w111 be
‘held patentable. : -

Amnother danger attorneys will see 1n the proposed system is that in 11t1gat10n
every patentee will be free to write his 0wn claim to fit the litigation. Of course,
it will not appear as an official claim in the patent, but it will appear in the
Torm of a yplaintifi's statement of the invention taught by the patent and used
‘by the defendant. Perhaps the chief answer to this is that it is not a danger but
a benefit. If we want inventions protected, this is the way to do so with the
least danger that such protection will be thwarted by claim fechnicalities and
rigidity of law.: Of course, there will be times when -the artful plaintiff can
yphrase a claim or statement of the invention with words which mean different
things when read on the accused structure and when read on the structure of
the patent. C(laimg of this type in a patent are very annoying, and may have
‘misled some judges. But it is belleved that claims of this type conJured up for
-2 suit will not carry such weight with:the judge: -

Another danger ig that the presumption of vahdlty may be further weakened
However, it is not believed that this will be true, inasmuch as there will always
be a broader claim which will have the benefit:of presumption of validity, even
though the patentee is not relying on it except in conjunction with further limita-
tions; Indeed, the presumption of validity carries so little weight even now that
‘there perhaps is no great point in worrying about further reduction. -Certainly
it would be far more than offset on the average by the ability of a court to find
validity without finding a clann Whleh fully defines all that is necessary to make
ap that validity. - -

It ghould be observed that the 1deas of ﬂex1b111ty of claim mterpretatlon and
-pimplification of claim style go hand in hand. There can be considerably further
gimplification of claim style if the attorney seeking the patent knows that, even
if he so simplifies the ¢laim that it fails to define fully the inventive coneept that
‘will not be fatal,  We may find that:very simple claims which clearly point to
the inventive concept are much more satisfactory to everyone than our presant
claims which attempt a full definition. . .

‘An incidental benefit of the proposed statutory change is that it would save
‘patenty in which there are such difficulties of defining the invention that skilled
attorneys fail. See General Eleciric Company v. Wobash, Ap'phcmca Corporation,
et gl (1938) (304 U. 8. 364, 37 U. B. P. Q. 466). A defendant using an inveniive
concept taught by the patent and within the scope of its inadequate claim would
not egcape without at least paymg some royalty to the 'patentee Whose 1nven-
tionis used : ; .

STATEMENT or MURRAY ROBINSON PATENT ATTORNEY, HO‘USTON, TEX -

I have several suggestlons for increasing the dlssemmatlon to the pubhc of
the “information disclosed in patents, which in my view should be the primeé
purpose of the patent system. However, first of all it is to be noted here that the
monopoly granted by the vatent claims is usually not coextensive with the ‘dis-
closure s0 that one can learn much from a patent speecification that can be put
into immediate use, and even if the reader of the patent specification decides he -
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(but without claims). . These should be pubhshed from time to time in newly
developing fields whera practically the only htelature on the suh;]ect 1s in

patentg ; for example, transistors, N
VYery truly yours, . ' o

: . _MUR‘KAY RomNison_'r.

ST.A.T‘EMENT OF I‘ELIX A RUSSELL PATENT ATTOBNEY WASHINGEON D (‘

After a patent apphcatmn has been filed, certain attorneys make 1t a practlce
not to keep the inventor fully.informed as to the progress of his application, only
answering letters-from the inventor with inere generalities... To .obviate such
practice, it is my suggestion that the Patent Office instead of sending two copies
of each Office action to-the attorney of record as is the present practice, send.one
of such copies to the inventor. In this connection, I wonld.also suggest that the
attorney be compelled to send a copy of his damendment in each case to the
inventor and that-a statement by the attorney that he has so mailed a eopy to
the inventor be incorporated as a part of each amendment.

- In.order to give the Patent Office data with which it would be enabled to- more
accurately supervise the conduct of attorneys practicing before it, may I make
the further suggestion that each application should contain a statement by the
attorney telhng the field of search made by him and the references cited to the
applicant prior to the filing of the application or, alternatlvely, a statemeut that
the:inventor desired no search to be made.

I.make these suggestlons in all sincerity in the belief that it Would greatly
improve the servmes gwen by certaun attorneys to appheants before the Patent
Office.: : . .

STATEMENT OF HAROLD S. SILVER, PATENT ATTORNEY, MILWAUKEE, WIS.

In my 28 years of corporate patent experience I have found that for each abuse
of the patent system -guch asg was brought to light by the Hartford Empire
case; there have been literally thousands of proper uses of the United States
patent system which. have benefited the inventor, the businessman, and the.
general public. These thousands of uses are not as speetacular as the ahuses.
and hence do not make newspaper headlinés and often go unheralded.- - . .

I'hdve found that the inventor benefits from patents granted on his, mventlons.
because-hi's ideas are protected froi: exploitation by others. An inventor in ar
corporation has an enlightened self-interest-in.creating improved- produets that
the publiclikes and will buy. - The comimercial guceess of such 1mproved productSs
hielps insure the economic well-being of the inventor. :

‘The inventor gains ihereased recognition -among his fellow workers When hlS'i
invention is patented and the inventor’s name becomes a part of Amercan history:
because it is. on coples of the patent ~He gains prestige and promineuce ag an
inventor.  Hé gains recognition-in his company 4nd may be promoted. He:could
build a: busmess as a result of the mventlon. He may get pald money for hlS:
mventlon in the form of royaliies. E s

 Inthe past23 years I have seen many mventors reap these beneﬁts i :

* Lhave found that the businessman or corporation benefits by the United. States:
patent system because patents help to-pay the cost of development by preventing:
others from using the development without paying for it. To put it in other,
language, the businessman avoeids-the risk of having a competitor take advantage
of 3 lack of development cost in: his own:organization: and sell the new:and:
improved product-at a below-cost:price.  Patented ideas provide exclusive fea-
tures-that help ‘increase sales. ‘Patents indicate industry- 1eadersh1p Patents
raige employee morale by stlmulatmg their creative thinking. -

T my 23 years of corporate experience 1 have seen these beuefits aceriue to
businessmen and corporations in many instances. sk

I have foind that the patent system- does benefit the general public because
patents. are an mcentlve to provide -better products so that people can have:
more and live: better, :: I ‘bave: often: geen the: results of stimulated creative.
thinking brought. about by enhghtened self-mterest supphed by the Umted States
patent system, ..o i

Thig: enlightenéd - self mterest 1s that same interest referx;ed 10 by Abraham'
Lincoln a bundred: years ago whern the stated: #% * % The patent system added.
the: fuel. of interest to the fire 6f genius inthe. dlscovery and production: of-new,
and useful things.”
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STATEMENT OF: I‘REEMAN SMITH, INV'ENTOR - NORTH; - HOLLYWOOD, GAI,IF

Any mtelllgent person “Who has ‘tirde to spend a day lookmg at a file of. patents—
will goon discover a truth about patents. - )

TFirst, the number of them appalls one.

Second the amount of them that are useless.

Third, the rumber held or assigned to.others than the inventor.

Fourth the number of patents held or applied for to the major C01‘1301'at10113

Msgny:patents are good, ingenious,.but lacked the proper timing and exploita--
tion. There are many observations that make the role of the private c1tlzen
mventor shrinking in-impertarce; even though'they are ag numerous as ever.

~'I think the Founding Fathers' ideas of an inventor made:them’ favor the attie-
or barn or'blacksmith: inventor, whereas a trained laboratory scientist or mathes
maticianig-handicapped, as the ‘dlausge: “Ohvious to anyone gkilled in theé art’”
penahmes these gkilled and ingenious men as inventors. " But even:so their work:
isirewdrding ‘as- work ; ‘the company takes good care of 1ts stable-of:ided men.
But the outsuier is st111 in the cold. :
+The ingeniouns poor-man 1nventor 1s about extmct he 11tera11y eannot now
become a sucecessful inventor:: i

« The: Government itself is confused on: 1ts alms and obllgatmns On:the: one-
hand its -foaters monopoly and. on -the other ‘it punishes monopoly; but in both
instances it gives away many more millions annually to fostering. “central intelli-
genice” (spies in short) -in international relations than it votes:either for:the-
Patent:Office: or ‘antitrust department. -8o how. interested really is the Govern-
ment in the lowly inventor? A government that pays and treats “our” spies and
informerys better than its scientists and inventors:is hard to undergtand:by a
gimple inventor. - The least it: could: do it séerns-ig to make it possible to offer
inventors a “scholarship” of a sort to incourage him to create. The Govern>
ment could do more for those who want to-build and create.

’ STATEMDNT OF SAMUEL B SMITH, PATENT ATTORNEY,_SAN FRANOISCO, GALIF

The patent fee bill, Wluch probably WIH. be reintroduced -whén Congress. re-
convenes, is'a matter of considerable‘concern. I believe a majority of our Sena-
tors:and Representatives, ag well -ag:the publie, tend to couple 'Patent Office fees
with Patent Office appropriations.::"While I-believe doing so is a mistake, on the

other hand, I believe that the Patent Office fees perhaps are too low and should
be revised- upward a bit. - I, personally, would rather see the Patent Office a little:
cloger to:a self-supportmg hody, although, fundamentally, T recognize no sound:
reason-why-the:Patent Office should:bhe self-supporting.. - My experience has been:
that independent inventors, for-the most part, ére very ready to pay additional
fees in the ‘Patent Office if by so:doing théey can obtain guicker action in pending
matters.. " Actually, the Patent: ‘Office:fee paid ig small, percentagewise of the:
total cost of ‘obtaining a-patent ori the:dévelopment . cost which- first took place.:

" Fromithe standpoint of the mdependent inventor, T believe that a careful and
mature congideration: should -bé given to-the possibility of encouraging risk:
capital in promoting inventions. Congress could aid-in this respect: by giving
to bona fide investors in inventions -additional tax benefits, -Perhaps by study
and-review of proceedings leading up: to the enactment of section 1235 of the
Internal Revénue Code of 1954 a8 well as other subsectmns thereof mlght be-
a starting point.

~The:individual mventor i also handicapped perhaps to some extent by the com-
mitments required of certain: corporatmns if heids to.submit inventions. - On the-
other:hand, the corporations are:inan awkward position where to avoid suits:
(many umustxﬁed) ‘they must: protect themselves -dgainst the independent in-:
ventor who submits material without solicitation: when there i so-much chance:
that the corporation is already workmg on mveutions of similar gort to the 1dea.
preseuted

"Another difficult sitnation which confronts the 1nvent01‘ of 11m1ted expemenee
is-that -he usually is inclined to appralse ‘his’contribution: too hlghly The pro-:
fessional inventor normally: recognizes that -if'1 invertion in 20 is good, thatig,
for ingtance, of priméary importance commereially; he hagreached an exceedingly-
high standard. This does not mean that the professional inventor would only
file & patent’ application: for 1 invention‘in' 20, but he would: be.apt to: realize
acceptance ‘of: only about this pereentage. - ‘The other 19 inventions out of the:
assunmed: 20" might not be commercially ‘acceptéd -or. would represent less de--
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wants to use the part eovered by the claims he does not have to wait 17 years but
.can instead negotiate a license in most cases, and if not he is stimulated to design.
around the patent. In fact in my expenence th1s latter aspect of patents is the
one most productive of further advances, -

- The following are my- suggestlons for gettmg patent mformatmn mto the hands
of the public better than is being done today. e

1. Increase size of type of patent spe01ﬁcat10ns to 1ts former size, Desplte an

increased appropriation the Commissioher of Patents seems reluctant to do this.
Probably he has other factors in -mind such as storage space, but these are only
secondary considerations that-should not outweigh the desirability of easy-read-
ingtype in patent specifications. The best edition of the Encyclopedia Brltanmca
was the 10th or 1ith edition, but the type is s0- small the encyelopedla is nearly
useless.
- 2. Reduce cost of patent copies frOm 25 cents to'the former prlce of 10 cents
each. Formerly it was possible for a manufacturer contemplating a new item to.
order a whole subclass of patents. Now one must thmk twice before domg this-
because of the added cost.

.3.- Require patent drawings to be drawn to scale and the spemﬁcatlon to state
the scale, the tolerances, the materials, and.other know-how. . The patent shonld
disclose an actual -Working device, not just discloge an idea. At present no one-
pays any attention to details of patent drawings becausge: “Patent drawings are
not necessarily scale drawings”—In re Japipse ((C. C. P, A} 86 P. Q. 70, 181
Fed.-2d 1019; at p. 1022, col. 2, lines 3-6). If patent drawings are not made to
"geale, the all-important know-how is left out of the patent disclosure and tha-
public is getting only half of what is bargained for in granting the patent. Not
only should the drawings be to scale to get them in:the correct proportions, but
the scale should be stated and dimenisonal tolerances specified so that one does.
not have to spend a lot of money: experimenting- to-build a device disclosed in a
patent,. To-avoid making the patent copies bulkier and avoid increasing the-
expense, the dimensional drawings conld be kept in the application file for copy-
ing by persons interested. - In case of electrical inventions, the values of. the-
circuit constants should be given: ohms, volts, amperes, frequency, ete. In the-
case of chernieal inventions it is to:be noted that much precise data is presently
given as to temperatures, pressures, welghts, and materials. It should be re-
guired .that suitable materials be specified in all :patents- regaldless of their-
nature. Summarlzmg, the patent : specification should convey. the know-how,
If the know-how is kept secret the prmelpal purpose of the patent statutes is:
defeated,
© 4. Reqguires patentees to. notlfy Patent Oﬂice when patented mventmn has’ been
put into use arid to place on file the details of the design'actually put in use. - At
present one can look through a stack of hundreds of patents and have no idea of”
which ways to accomplish something that has proved suceessful commercially,
Each patent copy could be marked with an asterisk or other symbol to indicate-
whether or not it has been put into use. This would requn'e -extra work at the-
Patent Office just as does the maiking of trademark copies to show their renewal,
the: ﬁhng of -affidavits, and the like.: If desired; ab extra ‘charge could be made-
for copies of patents marked to show use, but preferably a1l patent copies should
be so marked. This again is & maitter of getting the know-how to the public..
Persons claiming that they cannot supply data for'all desighs of their patented
produet that have gone into use could be given the alternatlve of paying a special
tax and could be required to give information’ directly ‘to ‘seckers of such data,

5. Revise the Official Gazette to publish’ an abstract of each patent instead of a
claim, Patent claims, which must be drawn in broad Ianguage to cover all modi-
fieations an attorney can think of are mecessarily very vague: - Each abplicant
could be required to inelude in his specification an mtroductory paragraph giv-
ing an abstract of the invention suitable for pubheatlon in the Qificial Gazette..
This would also help patent searchers examining the complete patent copies in-
the public search room in Washingtén. ™

6. Publish bound sets. of classified patent abstracts,. These could be. easﬂy
prepared from the Official Gazette abstracts, They conld be sent to the public:
Jibraries throughout the country so that patent searches could be made outside-
of Washington., This is similar to the British system of publighing abridgements:
of patents in bound- volumes. - The-clagsification should be more preelse tha,m
that of the Br1t1sh abmdgements, however Y L ]




v

344  “AMERICAN PATENT SYSTEM

‘wonld he used up in ‘moré detaﬂed study of the clann wrthout the alleged help
cof intermediate and narrower claims asa guide, ~
‘ ‘(4) Protection of inventors to the full extent’ they ‘deserve protectlon w111 be
Jmore sure. There will be no chance that, in spite of the attorneys care in
“providing a full set of claims, an’ mfrmger will ' be able fto slip m betWeen
the claims and escape geot-free.

That can happen under present law - (except that one who escapes iz not prop-
~e1ly  called an infringer). If a defendant avoids using the details required
by the narrow claims and ean show that the claims broad enough to read on what

-he doeg are invalid, he escapes. He escapes in spite of the fact that, if the at-

torney had been ommsment there might have been a claim of a scope inier-
-mediate.those held invalid and those held not 1nfr1nged and which one additional
~elaim would have been held valid and infringed. .

To the patent attorneys, the dangers of such a flexible system w111 ‘be 50 ap-
_parent that there is hardly need to mention these dangers except for explammg

“how they ean be reduced, or for makmg clear that they are not as severe as they

:geem.

One ig the danger of greater dlfﬁculty in determmmg whether or not a patent

would be infringed by a structure on which a claim of intermediate scope could
Thave been drawn, There are two stages of this determination. First-is the
:stage of detecting the question. This stage would be easier and guicker; with
fewer claims to read, the searcher cowld diseard more quickly patents which
«do not raise any infringement question. With a given patent, he could make
very quickly the determination of whether or not an infrmgement questlon
exists, perhaps by reading a single claim.
. IT the single claim (or one of several claims, if there are several mventwe
-conteepts) reads on the accused strueture, there is an infringement question.
If nothing can be found in the prior art to show that this one claim is invalid,
the complete determination will have been made as now;. "namely, that there
would be mfrmgement The danger, if there is danger of inereased difficulty
arises when prior art is found which does invalidate a broad claim. The attor-
ney must then decide witheut the alleged aid of intermediate elaims whether
sor not an inventive concept disclosed by the patent and of narrower scope. than
the broad claim is embodied in the proposed. or dccused structure.. There are
‘times when this farther study is aided by intermediate claims. 'This ig true
whenever an intermediate claiim, reading on the structure in dguestion, fully
-specifies all of the inventive concept which iz borrowed from the patent, It is
submitted, however, that this ideal situation so ravely exists that, in fact, the
intermediste elaims more often mislead than aid.

The safest way to make an infringement determination in the type of mtna-
tion which we have now come down to in our. discussion. ig to §tudy. the full
patent and its hlstory beforé the Patent Office, study the considerations in the
commerecial activity in aceordance with the prior art which led to the mventmn.
study the results which have heen accomplished by the patent (if it is in use),
make up one’s mind as to whether or not there is an inventivé coneept disclosed
in the patent and used by the structure in question, and then see if any claim
:can be stretched or interpreted to give a court a good chance to say that that
claim covers and sufficiently defines that particular borrowed invention. If
‘the law is ehanged so that (provided only that there be a claim sufﬁclently
broad) there is no longer any need for a ¢laim which can be mtepreted to be
valid and infringed, this last step can be omitted.

Now, of course, we often advise our clients without going through all the
broad analysis and study mentioned above, and in these instances we must to
4 Jarge extent, advise our clients on the bas1s of such guidance as we.can get
from the claims themselves. There are various factors, ineluding a client’s
-desire not to spend too much money on the investigation, which may make this
abbreviated study necessary. There are times when it seems quite safe, but
‘there are also times when it is not as safe as it seems. The wording of the
intermediate claims, or even their absence, can mislead us under present law.
“We tend to have to much confidehee that a broad claim ig invalid for not includ-
ing any of the limitations which wé recognize might give patentability. We tend
not to make ourselves see g1l of the things which may le behind the broad claim
and might lead a court into attachmg considerably more importance to some
Aapparently noninventive limitation in the c1a1m than we did when we were con-
‘frasting it with the narrower claims, :

‘The proposed law meed not change the law affectmg the outer lnmts of
-patent protectmn Unless there is a2 claim in a patent broad enough to cover
the structure in question under present law, the patent ecould still be ignored to
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. Jt would result in betfer justice by eliminating some instances in which an
‘mventron fa1ls to 1ecene deserved ploteetlon because of the form of the patent
Jelau:ns

; Slmphﬁcatmn ‘of elalm pracuce can take’ two maJor forms q_amely, style
':sunphﬁcatmn and ﬂexﬂnhty of mterpretatmn ) : o

.:}Sm:;pleﬁcatwn of claim stifle

:Probably the need for s1mphﬁcat10n of elalm style would be reasonably apparent
“just by reading-and attempting to understand a conveéntional patent C].alm 'I‘he
‘one here chosen is much gimpler than an average machine claim: - .-

“A dress desigred for production in sets having interchangeable portmns of
different appearance, each dress comprising a front panel and a back panel;
. marginally disposed easily separable means eonneetmg said front and back panéls
at the side edges thereof; said front panel including & shoulder portion, a neck
section, a front blouse sec‘rmn one-piece sleeves having the front portions thereof
permanenitly attached to said blouse section, and a-skirt portion’; said baclk panel
‘including a shoulder portion, a neck section, a back blouse section having curved
nofched parts, and a gkirt portion; and easrly separable means connecting said
‘shoulder portions together and similar means connecting the édges of said eurved
Totched parts of said back blouse section to said sleeves, whereby the portions
are adapted for replacement to effect various combmatlons ” (Patent No.
2,792, 686.)
©U It ‘miay surprisé the uninitiated reader to know that the foregomg complexity
‘of words is supposed to be the heart of the patent. Fach claim is the definition of
the invention, and is supposed to make clear Wha.t is within the protectmn of the
patent and what lies without.

There are many patent attorneys who- Would eladly try ‘to develop simplified
.Styles of claiming, if the Patent Office would be willing to grant fuch claims
and if it would be safe to rely on such elaims in the patent. Think how much
nicer it would be if the foregomg claim could be replaced by a s1mple state-
ment such as:

“A dress in which elther the front or back section may be replaced by another
to provide different combinations, the sections being separabie' by separable
means on 4 line extending along the shoulders and behind the sleeves.”

The Patent Office ig not to be criticized for its unwillingness to grang claims of
this simplified type, because there is too much chance that it would be doing
‘the applicant a disservice by giving him a claim which would be held invalid
by the courts. At the same time the Patent Office is not wholly blameless be-
cause there are some minor simplifications of caim style which would be quite
safe in fhe courts but which the Patent Office has not encouraged, In recent
years, the Patent Office has shown some slight inclination toward being more
Jiberal in this field of minor simplifications. The Patent Office memorandum
appearing  elsewhere in this .record indicates a further recent improvement.
However, these minor simplifications would acecomplish so much less than the
major simplification of style along the lines above indicated that this present
paper will bypass detailed consideration of the minor simplifications to see Wha.t
1s neceasary in order to permit the major- srmpllﬁcatlons

. The chief thing that ig necessary to permit the major mmphﬁcs.tmns is a change
of statute which will make them safe so that no. patent will be held invalid
beeause of a simplified style of claim. This wording may be a litfle too hroad
but if we should hedge on this broad pronunciation by a limitation as narrew
as “provided thaf the invention is adequately defined,” we would.probably defeat
the purpose, A compromise might be: “Provided, That the 1nvent10n or mventwe
concept ig reasonably indicated.”.. -

Simplifications of the major type d1seussed above eou'id only be ‘r‘ulIy en-
couraged by a.statute which- makes clear that even if the claims fail to define
the invention, or fail to distinguish the invention from that which has gone
before, the paténtee will not suffer loss of rights which he would have had-by a
satisfactory definition.

Such a change would not necessarily be opening the door to Whatever kind of
silly .claim an .applicant might c¢hoose. It would still be .the duty. of the. Com-
mi'=51oner of-Patents to make sure that the claims adeguately serve their pur-
pose.: -Hxeept as he might be overruled on-appeal, he could refuse-to permit any
simplifications which would be objectionable. The effect of the proposed statute
would be that, once the Commissioner of Patents ‘allowed the patent, the failures
of claim draftsmanship to define invention, if invention is present and used by
the defendant would not cause loss of- r1ghts by the patentee. :
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Informal ‘diselosures of this general type would Serve & vers secat ne.

the standpoint of the individual inventor. Just how much iet gvgflggtbggg%tfi?m? '
would depend largely on how much effect is given to these informal diselosnres
VT_hey would be of greatest benefit to him if given the identical effect as to prov’ing"
his date of mygnngn as If the same disclosure had been included in a formal type
‘of patent application. With this full effect, the inventor could, for only a few
:do.lla_rs, obtain, on a te_mporary basis, the same safety that he now obtaing by
filing & patent apphcatlpn, assuming the disclosure.to he a complete disclosure
of the invention. Admitfedly this is an assumption which would not always
be Justified. There would be many instances in which the inventor would file
an 1nadequate disclosure. - One of the invenfors committee reports worked out
with considerable care a form of filing receipt and warning which should he sent
to the inventor by the Patent Office. Under the boldly-printed word “Warning,”
‘the inventor would be advised to see a patent attorney because of the faet that,
quite often, the disclosuies are too inadeguate to be of any value to the inventor.
; _Inventpx_'s who had made an adequate disclosure to the Patent Office in this
inexper_1s1ve manner would have a safe pericd of perhaps 6 months or a year,
.depem_iu}g on the provigion of the law, in which to investigate the marketability
of then_"mventions, or to further improve the invention before filing the relatively

‘expensive patent application, . . . - o . ’
Adding new matier to pending patent applications D

_Ul_lder_ Dresent law, it oceasfonally becomes desirable to replace a pending
-application with a substitute application that is very similar to the original
-applieation but includes a litle additional dsclosure, Accordng to present prac-
dice, additional disclosure cannot be added to the old application. The present
proposal to change the Iaw so that it could be addéd to the original application,
‘at least subject to the diseretion of the Commissioner of Patents, is one which
-would have no direct effect, except the simplification of practice and the saving
‘of a few dollars. The indirect effects would be in giving the public the benefit
‘of the additional disclosure when it is not now éonsidered sufficient]ly important
4o Justify a seeond applicatiom, and in further encouragement of individual
‘inventors and small corporations by minutely Jowering the average cost of patent
protection. In the eyes of larger corporations and the attorneys who think in
terms of the work of such corporations, the amount saved is not considered
worthwhile. Nothing could bhe dome with the simplified practice that cannot be
‘one now by filing a second application, B . o i

Ome might think that the cost to the inventor of flling a second application with
‘only a small additional disclogure added would not be much more than the cost
‘of adding that same small additional disclosure to a pending application. Tnfor-
tunately, it simply does nof work out that way. - Berides the cost of the additional
Government fee, and at least temporary drawings to serve until the drawings.of
the first application are transferred to the second, there is usually a surprisingly
‘high charge for the attorhey’s services, Hven if the attorney is willing, under
‘the circumstaindes, to waive his minimum fee for filing an application, there is
-enough detail to be watched so that a great deal more time is going to be. gpent
4n the end, some by the attorney and some by hisg staff, than if the additional
‘disclosure had been merely added to the original application by an amendment.

The added disclosure would in some instances be so simple and concige that
‘ntot one minute’s additional: tithe would be reqguired by the examiner. Indeed,
‘it would sometimes save hig time by malking it unnecessary for him to further
consider a question of the adequacy of the original disclosure. The _Gommis—
gioner of Patents should have dizeretion to refuse to permit the added diselosure
swvhen it is of such nature thaf filing an entirely new applieation would clearly
‘be better practice. However, it would be rare that an applicant would endeavor
to amend an application under those circumstances, assuming the law is so
drawn that the legal effect would be the same whether the additional matter is
added by ameridment or by a second application. In both instances, the appli-
eant would be entitled to the benefit of the original filing date to the extent of the
‘original ‘disclosure, and. to the filing date of the added disclosure for what is
‘found only in {t. An iucidental minor advantage of the proposal is that it would
‘be very simple for the Patent Office to print the patent in a manner which shows
‘what was added and the'date 'of its addition. Under present practice, the printed
TPatent gives no clues to the differences bétween the first and second applications.
" When the addition of néw disclosure to a pending application. requires more
work by the examinér than if it had been in the application from the start, an
extra fee should be required by the Patent Office, at least in the discretion of the

MAvamicsinn  Hawoavar  tha sallasticm nf. giieh a faa ie viofk ag dmnortant g
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the problem but ig not especially fitted to perform the judicial task of extracting
a solution by aub;jeetmg the prob}.em to the ﬁltermg process of many strata. of
knowledge. ]
Very recently, Jndge Harold Medlna in an address to the patent har w1dely
pubhshed described the-distressing experiences he encountered in trylng his
first patent case. The address was very entertaining, as it was meant to be.
However, it did not support the inference which some have drawn from it that
the cure for such Judlc1a1 digtress is a -special pafent bench,” Every new judge
ig confronted by cases in fields of law in which he had not previously practiced.
Every competent judge overcomes this handicap of lack of familiarity within a
reasorable time.. If the patent law has already beécomeé so esoteric a mystery
that a man of reasonable intelligence cannot comprehend it, then gsomething has
gone seriously wrong with the patent law. If thit is so—and I do not hold thig
view--the cure lies in correcting the law, not .in. tinkering with the bench,

STATEMEN'I‘ o GEORGE D RILI:Y MEMBER, NA'I’IONAL LEGISLATIVE CoMMITTnn
- AMERICAN FEDERATION OF LABOR—ADM‘INISTRATION OF THE UNITED STATES
PATENT OFFICE -

) Mermbers of the American, Federatlon of Labor 1nelude a great ‘many wlo, in
their own right, are inventive. In this respect, certainly labor presents an e_X_eel-
lent erosg-section of American ingenuity.  Labor has produced a fuIl' share-of
patentees and applications for patents.

We are more than passingly interested in what goes onin’ the field asmgned to
the United States Patent Office, Department of Commerce.

What seems. of greatest moment ig an invention—a patent—whieh will enable
the Patent Office to funection far ‘more suecessfuuy and with a h1gher deglee of,
promptness than is in evidence at present,

The best solution offered by thie Patent Office 1tse1f appears to he Jackmg up’
the fees for services to ihventors. : This would seem to be only an apparent solu-
tion to the problem which is getting gleater with the passmg of each month, Thé
easlest recourse in Government at any given showdown is more revenue, :

. Increasing revenues coustitute an overall approach to whatever problem wher-
ever to .be found in Government. We see the same thing proposed in the Post
Office Department and in practically every arm of Government where diréct serv-
dee to the publlc for a: prlce is’ rendered. Whatever is wrong 1n "the- Patent
Office is:

1. Not the fault of the patentees, 20 far as we can see
‘2, Will not be solved culy by adding fees upon fees,

The Congress, at least in the current fiscal year, lias come to recoghize its own
responsxbmty, belatedly it seequs, but with a substantial increase to $14 million,
- an increase of $2,500,000.- This was more than the amount requested by the
Patent Office by the Bureau of the Budget by $2 million.

- Even as the Gongress has discovered the monetary remedy which we hope will
be continued by the increasing portlons much of the solution for the morass inko
which the Patent Office has sunk liés in restoring the work force to its f01n:1er
strength and beyond. The need for patent examiners continues to be basie and,
in our opinfon, anything which éan be doue to sef up an even flow in deternnna-
tion of interference cases will be all to the good.

The going avérage rate’of around $4,000 for a junior examiner long since has
become outmoded, yet the job is basie for moving the trafiic in the bureau. I
thinlk almost everyone will agree thig is true.

- It is believed your commitiee will be in fitll agreement with' the Words of the
House Committee on Approprlatlons in jts report for this fiseal year which sa1d
in part that: :

“® % * there ig close to a 4- year backlog of patent appheatlons at the present
time. The commlttee is in full agreement that every effort must he made to place
this work on a more current basis as rapidly as is feasible and praetleable *EE

c#x % ¥ The Patent Office was established as a ¢onstitutional agency demgned
to protect the individual and serve the public. At ne time was it .contemplated
that it should become"self-sustaining.”

"I have avoided distussion of technlcal phases b beheve your commlttee has.
or will receive these from other sources. The main purpose of the present’ state-
ment is to express our interest in an orderly flow of Toutine in an agency which

ean unlock many doors to the need for a better toniorrow we hope is in store for
this Nation.



& dlfferent type of mlhd from that ‘of ‘the’ capltahst If his ‘mind worked: lilie s
cap1tahst’s mind he would’be’a financier and not dn inventor: Nature endows:
each of us with prereqmmtes for the perpetuatmn ‘of ouir special dptitudes” If+
the milllonaire manufactiurer had ‘t6 invent the ‘machinéry to produce as he:
went along, he wounld never have become -4 millionaire, No one’censires the:
manufacturer becanse he is concerned w1th productmn rathér than construction.
But the ihventor ig'apt 10 be considérad an eccentric because he is seldom money-'
ninded,” ‘Why?’ * Ag Brérgon’s sgiirrel said to” ‘the _mountam “If I cannot carry v
forests on’ my back, nelther éan you crack'sd nate

“Beécause 16 fan ‘can ‘do everythmg, ‘aind the gefiing: eleets to follow ‘his urge
rather than‘ts pirsue’the dollar, ‘he ig mneglected and takeén ‘advantage of, while!
thiose! who ‘only piirsue the dollars ‘have the world’s go0ds’ at their command
The rare powers of the gening deserve’ that otliers should pursue the dollar for
h1m or'at Teast not’grab'itaway fromi him’onee it ig'within'reach.”

*The, fathe ‘and Técoinpense’ for ‘an invention rightly: attaches to the xmnd that
niade ‘the formula which contains all: the details Tather than to the manufac:
turérs 'who make theIr gain by it ‘but the multitide:cannot sée the house in:
the- “round plan;’ {Xfwe want to lwe ina better Wo11d we must encourage those

. Who'aré able, or 4t léast willing, to build it. «

IThe Govelnment spends for ‘protection agamst crlmluals, Why not: for the
constrictive, posmve and " enriching valugs-—for “its: créative ‘geniuges.” The’
worId Spernids mohey Tor- 80 many useless things—things of {ransient interest, of
ﬁ1ppant purpose;’ ‘of even negative or destructivé quality:  Such things should
perhapa carry fiot &' luxury tax, but a eréative tax, so that a creative fund could:
bdestablished to overcome the difficulties of mental giants.' The public does:
a good deal for its weaklings. Often just as misfib is the “strongling” who oftens:
ho'lds hig hlS hand heart and head the angwers to our crumal problems. R

STATEMENT or‘ HON SIMON RIrKINn FORMER UNI’I'E‘D STATES DISTRIC-T JUDGE,
Co New YORK ‘N, Y. Y i
‘|=: » (Reprinted from Amerman Bar Associatmn Journal vol 37 p 425 (1951))\ :

Permdmally ‘oneé hears the suggestmn ‘that patent cages should be tried: before
patent judees " The proposals take a:variety of forms but they all revolve about’
the proposmon that the ‘Judicial product of: patent litigation wouId be 1mproved_
if:the trialy weére conducted by judges specializing in patent cases.

i I deny. this pivotal proposition ; congeguently, I am. opposed to patent courts
or patent judges.

- The hrghly indusirialized society’ in: which welive' has a great appetlte for
Enow-how: - Blich a society elevates and aggrandizes the position of the’ expert)’
Iis ig-the voice: with the ready answer. Hig oplmons become the facts upon
which lesger inortals-—laymen-—=rigk life-and fortune.:

Against the citadel of the expert I tilt-ho quixotic- Iance My eontentron is that
the judrclal process requires a different kind of expertise—the umque capacity’ ‘_
sed things in their dontéxt. Great judges: embrate within their vision a remark-
ably ample context. But even lesser men, presiding in courts of wide Jurisdiction
are constantly éxposed:to predsures that tend to expand the ambit of their ken.

-The patent law does not live in tlie séclusion and’ silerice of & Trappist monas-’
tery. 1t iy part and pareel'of the whole body of ourlaw. It muusters to a system
of monopolies within a larger competitive system. o

: Thig monopoly system is separated from the rest of the law not by a steel bar:
1:1er but by & permeable membrane constantly bathed-in the general” suhstantwe
and procedural law. Pitentlawyers tend t0 forgef that license agreemients are’
essentially contracts subject to' the law<of econtracis;: that: mfrmgements are
essentially: trespasses subject to-the law of torts; that patent rights are'n specied’
of. property rights; and that proof:in patent litigation is subject to the laws of°
evidence, : Changes in all these branches-of the law today have an effect on the’
patent law as well. As long as judges exercising a wide jurisdiction” also’ try:
patent eases, s6’long do the winds of doctrine, the impulses toward slow ‘change-
and-accommodation; affect the patent 1aw to the same degree as they affect the
general-body of the law.

-'In a:democratic soclety the: law, in: the long run, tends ‘tor approach ‘commonly’
accepted Views of right and wrong.” Thereby it eontinues i 5 hold -on-the’ respect‘
and-allegiahcé of the: people——m the: last analysns 1ts maJor anction, Once you:
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A possible, as examples in my book, Elias E. Rieg,‘Inventor, plamly testify. ‘But
you could no more - stop him from inventing ihan from breathing. :Hvery-
thing else was g detour. - To be sure, his-ultimate goal-was to malke: gome ‘tnoney;
but he wanted it only:to- finance more worlk:  His progress along the way wis
not that of an-amasser’of; wealth but only to use it:in furtherance:of-hiswork.

iy fathér -drd=nots suéceed either in' sk ingthis fortune or i personaliy “In~
troducing his: inventions into use, though today somety 1s en;oymg the fruits
of hig labors. :

‘Sometimes after workmg over long penods to put an 1nvent1011 on-a busmess
basm ‘he was forced to admit that the public was not yet receptive, and -had to
leave it in abeyance to take up someihing that might prove remunerative. -Many
of ‘his patents expired before he could realize anything on-them, due to lack of
‘promotlonal support, ‘and many of :our eorporatlons today are restlng on the
foundatron of his yncompensated-toil and genius.-

"My father would -explain, “I have been obliged for many years to content
myself with filing isuch patent applications as I-eould in order ‘to protect my
r1ghts, and to refrain from permitiing them to- g0 to alloivance; as far as:this
wagiin my power; until I could see my way clear to pay the final Government_
tees; even at'the rigk of delaying the subsequent exploitation of the invention.”

If the Patent Office made more-thorough examinations before the: whole slow
process of awarding a patent, it could reject large quantities of uséless ones and
could igsue fewer and better ‘patente that would be far less subject to infringe-
ment, interferences, and other.ills; Court procedures Would then be s1mp11ﬁed
speeded up, and court costs reduced. d
- Many of the inventions thus far pateuted are admlttedly tnual 1mpract1ea1
or useless. If larger funds were-fdvailable for the Padtent -Office, more complete
investigations could be made before rather than after issuing a patent. JAg it is,
the timing of :the thorough search-is wrong. - Now the inventor pays first for
-something worthless. He pays in various stages and installments—applications,
alowances, ete.” Tt should be possible:that he 'pay:an application fee'and get for
that a:thorough rather than-a casual -gearch; that will tell ‘him at -the .outset

- whether it-i&§ worth-his. while 10 proceed, not: wait: untili he has his fancy docu-
ment with a réd geal-and blue:ribbon. - The way-it is now, the:inventor mot only
creates, but pays for the privilege of doing: do.: Though he allegedly :has 17 years
-of:go-called monopoly, he aetually has nothing -antil’ he promotes-it, and thig' ean
only be-done, if at all, by publicizing it to the very persons who by v1rtue of being

able to: manufacture 1t are his competitors.-

. It ig one thing to- 1nvent a device, anotherito obtam a. patent for 1t and stlll
another to.: sell’ 1t ‘Powerful corporations ‘find /it easy - to circunivent a* poor
invéntor. ' "And usually only apowerful-corporation could be a 'proper user: of the
immense projects’in which may father worked. ! If:a patent iz worth anything at
ail; it is apt to be: thrown into:a: patent pool created to evade-the antitrust laws,
something .never contemplated by our Founding Fathers. - Further, 'such a pool
makes it:almost impossible for-an:inventor to-negotiate for the-sale of an inven-
tion. He is reduced to one'possible buyer who dictates his own terms. And as
Herbert Hoover hag stated; there is a.general belief in-big business that by invok-
inig technicalities;- subterfuge and delay, the ends of Justlce -can he thwarted by'
those.who can-pay the cost.:

~The.patent laws were presumably developed to encourage 1nvent10n ‘_'_[‘hls
:uiea ig obsolete, as an .inventor cannot-help inventing, no matter-what, andiwili
indeed knock-his head against- Everests:of -discouragement. - : But 'what he does
needtls more adequute proteetron and thlS has been overlooked m present patent
practice,:

The. (Jovernment does not guarantee the vahdlty of a pa.tent but after taklng
the inventor's fees, leaves him to establish his legal rights in an equity hearing
s0 tedious and expensive that few can-afford it. Not only has theé cost of obtain-
ing-patents increased; but-the: ¢ost of patent litigation has also soared: Worst
of-all; there is no.assurance that-a patent will ‘be’ sustained-after it i granted
and sued on. . The: Federal courts, intluding the - United States Supreme Court;
have heen demiongtrating increasihg opposition to inventorz:and:to patents. - In
“the ‘famous talking-picture swuit:of 1y father;: in’ which millions of *dollars and
all the: great motion:picture coinpanies-vere involved; the Supreme Court merely
“decided” not to reopen :the case;. though the evidence eIearlv showed that the
invention was-being:taken away: from the rightful owners. :

- Qut of-hundreds of patents sued-on' during- the:last few years, only a handful
- were-sustained. ‘wAre such:situations: 1ntended to encourage inventorg?  -»

It would ‘also :seem desirable:to: have ¢re patent appeal court-instead of the
expensive way of taking a patent suit through nine circuit courts.
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of thege matters-in the case of the truly creatlve prolific inventor that makes the
Patent Office an bgre to'lim.” Tn my father's day He paid $30 for the preliminary’
feé plus an’ extra ‘dollar for each'claim over 20. ‘Some of his apphcatmns con-,
sisted of more than 90 claims. After an appllcatlon ig filed, then an exan:uner
searches all pgst records for ‘similar dewees It nothing of a. conﬂmtmg nature.
is found, the patént is graited ‘for an additional $30 (the aetual figlires may be
higher now) Usually something is found bearing upon the same matter, . The
inventor is privileged to amend his specification so ‘it will not conflict with the
other. If the amendments are not returnéd within a year, the claimg previously
allowed ate all forfeited.  If an amendment is pregented’ w1th1n a yvear and the
claimg ave found to be allowable and it is then found to conflict with a pendlng
application, then comes what the Pateiit’ Office’ calls an interference, which is a
proceeding to determineé the pricrity of inveéntion between two or more persons
claiming substantially the same patentable invention. Again the claimant witly
the most money can finance his patents first, while the poorer one must delay.

My father lost important patents for this reason.. :A very meager purse tor-
mented the spirit of the man, making an agony out of the vast amount of patent
work involved as a corollary to hiz. ceaseless creativeness. The Patent Office,
which should have welcomed him with open arms if the spirit of its founding had
any s1gn1ﬁcance, on the contra.ly dramed hlm of t1me, of money, of energy, of
peace : :

After all thls, When a patent has been ﬁnally obtamed 1t ig regrettably ¢om-
mon :knowledge and practice that plenty of ‘Pecple:are: unscrupulous enough-to
infringe upon the'patent.. The inventor'islegally entitled] by virtue of Lis patent,
toa 17-year monopoly for the prevention ‘of thig' very tlung But he eannot enter
a- factory with an dx and bréak down his opponent’s machinery.  He must’ get
lawyers. Then the opponents ‘may say that the inventor's elaims are too broad;

that 50 years.ago- someone ‘made something:like this which worked and’ that
batent hay expired. - Or they may-havemade ‘some childish little change in some
part of the invention without-any basiéeffect, by:which fhey pretend to’ “dadge
the issue, - But even if none of thése-things has occurred; the inventor must wait
g number of years until the opponents become wéalthy: as a result of his inven-
tion in order:toprove that-he'has sustained: damages ‘Then -the ‘opponents, ¥ich
on hig ihventor’s invention while the mventor 15 poor, can by sheer we1ght of
.Wealth :afford a'bétter and bigger ﬁght. EREEEEEE I

The patent system should ‘be? ‘strengthened by makmg 1t mandatory upon the

courts to: sustain patents once they are granted; but giving objectors a chandée
to ;protest before the patents are granted. It behooves’ the Patent Office 'in'its
eontract with-the inventor vnder 'which it offers him a limited monopoly for dis-
" cloging-his Anvention, to wee:that this protection-is mairtained without: puttmg
him to additional hardsth and-expense and to' e thil none may trespass upon
his right. -~ Wehave lawg'against kidhaping and other types of mlsproprxatwn, but
the inventor’s.chances in preserving his rights are véry slim. -
.~ The certainiy of the:date of expirationisf a patent also places ‘the’ 1nventor
at-a distinct disadvantage with reference'to thée publi¢; > He'is at the niercy of
manufaetuung monopoliés or operating: corporatwns who wait until a pitent éx-
pires before nsing :it,thus avoiding its purchage from the 1nventor. Inventors
are habitually compelled to sacrifice a:lifework foy ‘this canse.” How would the
storekeeper like it if there weré a'plan wheéreby aftéera ‘limited interval, anyone
could come in:and appropriated ‘his mérchandise w1thout paying him anythlug'?‘
If:the inventor, allowitg his property to revert for all time’ to his Nation, is
granted the use of his:creation'for less than a ‘seore of yedrs, e ghould surely be
secured. against being phindered by the law ag well'as by the Tawless., In every
other phaseé-of: busmess, a-proper portion of the cost 18 added for each person
involved; whether miner; farmér; transporter Tianufactirer, ‘wholesaler, re-
tailer,’ and a-whole Series of 1nterested people.  Only the 1nventor gets ne allow-
ance on the product for which he'is fesponsible-in the firgt: place,” " -

““The most obvious suggestion’ would be that the patent shoild’ belong to the
mventor until-disposed ‘of  commercially, without reverting to ‘the’ Government
after 17 years merely to be-appropriated by people who wait £or it to expire with
no reward to the inventor. The patent should further, I think, belong to the
inventor: not 17 years after its.date:of issue, but for 17 years: after it actual
utilizgtion.in 1ndustry, S0 thak: royaltles would be ‘éffective d total 'of 17" years,
which I believe is the intention and spirif: of the patent monopoly ag granted. -

"~ Why should there-not.be an.amendment to:-the .-patent law. that the. 1nventor
be.compensited whenever his’ invention is ugéd by i v [ ) rer
has passed its A7th -year?  This would . .medn that manufacturers Wonld not
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Clearly there afe both good and bad monopolies, both legal and illegal, The
problerd 1§ to distingnish them, a-problem on which no light is shed by the de-
featist attifude of the writer who sgid that there 'is no reconciling the patent
laws and the anti-trust laws because the one creates and the other condemns
mondpolies. This is not ‘simple thinking, it is an avoidance of thinking,

There.i§ a very simple test. for telling a good- monopoly ficm- a~bad ome:
It was well kKnown to the English ‘when, in 1623, by the statite of monopolies,
they sought to aboligh monopolies—éxcepting patents for new inveintions, and
incidentally, for political reasomns, the Crown. monopolies of printing, saltpeter,
guapowder, great ordnance, and shot. Lord Coke, at the time, clearly defined an
illegal mononoly as oné which restrained the people with respect to “any freedom
or liberty that they hadbefore” (3 Inst. 181, ch.85). .. - .= ... . I
" -The distingnishing characteristic of ‘a patentable invention is that it is never
something the people hLad before, ‘because it is ‘not patentable unless it is
new.: - : : L ey T
Beyond that, however, we Have for over a centiiry required more fhan mere
novelty. How much'more has of late been a considerable problem to all éongerned.

iwyeNTIoN -0

.. Thig- brings .me té’-the requirement--for inventlon, ‘created by the “judicial
branch-and now, for the firgt-time, codified in'thé new Patent Act by the législa®
tive branch of the Government. = . 7 .- 5o e S

It was long ago understood that, {6 carry out'the constitutiofial purpose, pat-
ents could not be granted for “every shadow of a’'ghade of ah idea” and that
something more-than -mere novelty and utility must-éxist to justify them.  The
philosophy underlying this thought takes‘us right back to the basie distinetion
between good and bad moncopolies. The reguirement of invention has had a
single simple function—to prevent private monopoly taking from the people, even

" for a limited time, the kind of improvements which would be éxpected to comé
spontaneously from one skilled in theé art; presumed to be familiar with all the
prior art, whenever required {o effectuate a desired result, These improvements
the public would get in-any event. - o ) - )

In codifying the requirement for'“invention” theé new law, in section 108, does
80 in language which the House Judiciary Committee’s report says it hopes “may
have some stabilizing effect.” The provision is that a patent may not be obtained,
though the prior art fails to show the same thing, if the differences “would have
been obvious at the time the invention was made to a person having ordinary
skill in the art.” )

Clearly this makes obviousness thé criterion. .

‘The phrase “at the time the invention was made"” requires it to be adjudged,
g0 fdr as is humanly possible, without the benefit of hindsight wisdom.- E
- Furthermore, the courts need no longer be coneerned with whether the inven-
tion was made by flagh or by sweat, by research or feminine intuition, in view ol
the new provision, also in section 108, that “Patentability shall not be negatived by
the manner in which the invention was made.” . ol _

This is a legislative decision thaf a temporary patent monopoly is 3ust1ﬁa}3=1e,
and in-accordance with publie policy and the constitutional purpose, if the subject
matter patented ig new, ugeful, and unobvious. c L

-To be sure, the ohe who must judge is still faced with some of the old problems
and, in the final analysis, his judgment will be subjective; for it is nearly as
impossible to apply a vardstick to “obvious” as it 'was to apply it to “invention,

It iy significant, however, that the words “invent” and “invention” are used_:n
the new statute only as verb and noun, to refer to the act of the inventor and itg
product exclusively, What we have been in the habit of thinking of as tl}e‘
requirement of “invention-—and the soconer lawyers and judges break the habit
the better—has not been made statutory by the use of that term, but_ only in
terms of nonobviousness. Congider the title of section }QS, the only s_eetm_n dt_eal-‘
ing with the subject.. Tt iz “Conditions for patentability: nonobvious subject
matter? T ecan tell you that the use of the word “invention” in this com}eetmn;
was delibersitely avoided hecause it 1§ 'so vague as to be essentially meaningless
and it trails behind it thousands of “encysted phrases.” L e

T doubt that one can justify a concept, which may yet rear its' head, of ralsing
or lowering any overall standard of obviousness _asrh_as bqen attempted w;thd_the-
‘concept of “invention.” Ttis a guestion to be de::_termme_d, in each cage, according
t0 the level of development in the particular art involved. and, as-before, _frf_m_p,tl_]e
viewpoint of the-fictitious character of our field, the man having ordinary skﬂl in
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I i ot sineere T that dome 1eglslat10n will'bie brought Hefore: Congress to
mmphfy patent applicationin thisreonntry;:-to speed up patént awards once
formally applied €61 and; if possible, 'to find'somhe way to-malke it pogsible for the
little mfim to proteet his ideas gince he 1s unahle to contend with larﬂe business
in this fleld. e

Patent Oﬂice rate’ 972 (b)‘ cont:
parties, provided the Commissioner” consent testmmnv ‘may be taken before an,
officer or officers of theé Patent Oﬂlce under such terms and eond1t10ns as the
Comm1ssmner may prescnbe : :

once In that'cagé eac _party felt that he wag: bemg harassed by the- other,
‘and that the Presence of an officeér from the Patent Office would have d sobermg
effect; which turned out to ‘bé the case, so thdt svervone was satisfield -

However it will be noted that both parties mugt agree to the procedure and
that one (:0nd1t10n necessarlly jmposed by the’ Comm1ss1oner ig that the” part1es
sHall pay ths: expenses of ‘the attending ‘officer.” 'Moreover; since the determina-
tion of pmorlty is committed By statute to the Board of Patent Interferences,
rulings Ky a snlgle hearmg officer aré ‘advisory ‘only, ‘and he 'adts’ really as-‘a
moderator Any‘ Vi perrmttlnur a hearmg offider 'to mahe bmdmg rulmgs
‘would’ I‘equlre n e ‘

Whlle ther _'é;vé'been prop()sals for sdeliichanges! from t1me fo: tlm&, 1t is
my opinion, based on 10" yeats of: experlence in the” Patent Oﬁice Interference
Division, ihat: there isno compelhng ‘necessity: for: suchi-achangs;! The present
practice 1§ gatisfactory except ina-few exceptional casesand those: may gen-
eralIy be handled under the supernsory anthouty of the Oommlssmner :

Bt EDWI\T L RBYNOLDS

STATEMENT or' GILES RIO‘E PATDNT ATTOB.NI‘.

I accept the mwtatlon to subn:ut ‘a further wr}.tten statement for 1nclus1on
in the. published  Hearings.: "What I.have to gay:. bears on..the.problem .of ‘the
standard of invention. Stated.in another way, it 1s the problem of the antago-
n1st1c attitude of some courts toward patents. :

Tt is-my opinion that-the new Patent Act’ of 1952 (1n the wr1t1n°' of whlch I
partlclpated) contains:-a basis. for the amelioration of this S1tnat10n . So far,
the only judge to see clearly what was intended is Judge Yearned Hand in
his very recent opinion in Lyon v. Bousch-& Lomb (106 U. 8. P. Q. 1) (in Wh1ch
a petition for certiorari was denied).

Permit me to develop my¥ thoughts on this:subject. I do fiot have a formula
beyond the contmumg expression of ideas for persuading other courts to Judge
Hand’d point of view, that the new law’ has turned the clock back ‘some 25or
30 years on the “standard of invention,” but I can explain why I think thig

is sound reasonmg—not to say. str1ct1y m accordance Wlth What the drafters of
the act intended.

It s my observatmn that truly’ great thoughts, prmmples and doctrines are
usually capable of simple expression. Considér the ‘Ten ‘Commandmients, the
Golden Rule, and Einstein’s formula for atomic energy, BE=MC". Conside
the  constitutional foundatlon of our patent system the grant to Congress of
power “to promote the progréss of * * * usefnl arts, by securing for limited
t1mes to ¥ * % inventori the éxclugive right to their * % * discoveries.” There,
in 20 words, are the fundamentals of an 1ncent1ve system of unmatched produc-
t1v1ty .

Perhaps gome will say I ‘Have mlsquoted the Constltutlon 1 did omit some
Words, but only the words relating to a ‘distinct matter, copyrlght whlch due
to a historical accident, was lumped with patents .

The same clause, of course, gives the power to promote “selence” by granting
to authors for limited times the exclusive right to their writings.

This union of two thoughts has long heen a ¢ause of confused thinking and
has urnecessarily complicated -many 4 brief and oplmon. Confusion impedes
the machinery of justice, ) ' oo



326  :AMERICAN. PATENT -SYSTEM

the United States, through 1ts Patent Office, shall stand. back of .the findingg of
that Office in relation:to the grant of the patent. -Thus the present; continual
jeopardy to the validity: of & patent will be removed: as the grant would become
a positive action, '

The action necessary to pui fhe suggestions made in this proposal into effect
are simple: the Congress would pass legislation to strengthen the Patent Office
so that its findings could be-congidered o be incontrovértible; and legislation
would be required to remove questions of validity, antmlpatlon el cetera, from
the jurisdiction of the Federal courts as these matters would have been deter-
mined by the appropriate agency, the Patent Office. .

The real:beneficiary - under this proposal i the 1nd1v1dua1 or. small inventor,
who would actually receive the security he has been led to expect as a part of hig
patent contract with the Government; and since the whole structure of the
patent Iaws works for: the:ultimate :public benefit, :the: public will .profit- from
the protection thus afforded to-the inventor. : Thig proposal takes nothing from
the public, but gives security to the inventor so that the public may beneﬁt from
the mventor 8 a.Ct].VItleS e

STATEMENT o JAMES NAYLOR, PATENT ATTORNEY, SAN FRANGISCGO, CALIF,

" Were T able to attend the second Conference, as invited, I would ask that every
reasonable effort be made in all’ guarters, 1ncludmg the Congress, to give greater
sanctity to the work of the Patent Office in its examination of inventiong and
the issuance of patents.. This would dampen the seeming enth_usxasm of many
of our courts for “second guessing’’ the work of the Patent Office as though a
word .game were being played between the executive: ‘and judicial divisions of
our Grovernment, :

Our - patent ‘system. would be 1m_measurab1y strengthened 1f we could cause,
by appropriate mesins, the following words of Judge Orr, of thé United States
Court of Appeals, for. the Ninth Circuit, to be universally adopted and reslis:
tically applied as a truism, Speaking in Paetierson-Ballagh Corp. et al. V. Moss
et al. (201 B, (2d) 403, 96 USPQ No. 6,208), Judge Orr said :

“The presumption ereated_by the. Aaction of the Patent. Ofﬂce ds the 1esult of the
expertness of an administrative body acting within speelﬁc ﬁelds and eiin be'
overcome omly by clear and convincing proof.”

I wish the subcommlttee great suceess with ity work and..tlust I may be able
to partxmpate on its prog:ram in time to come. - .

STATEMENT OF Josm N PARKDR, INVENTOR e

Senator O’Mahoney, I am glad to - note ‘you are trying to set up SOme Te-
form in the patent system. Twerity to thirty’ years ago I-could get-a simple
“patent for a total cost of $95 and about.a year's:time.' Now .the cost-ig al-
most. prohibitive particularly the mdependent inventor and :takes so long
that he is at a great d1sadvantage m marketmg or gettmg any returns on
his investment. )

‘I wonder: if it would: be practlcal for the Govefrnment to isstlie the patent for
a. nominsdl fee, retdain title to:the patent:and :issue lcense to usge to all comers
and -then share in the royalties with the inventor: .This would: prevent patent
monopoly and aid indusiry to take advantage of all 1mp1ovements and also
help the inwentor-to get some compensation for his'works .

It is possuble that this arrangement ‘could be made upch ‘reguest of ‘the
inventor, that is the sharing in returns from the patént; but wheréa corpora-
tions: want ‘patents and have :ample facilities to :develop ‘and: explmt them,
then they may get patents in the usual way. - I:gincerely hope some improve-
ment ean be set -up for X-have two patents ‘going through the mJ.ll rlght now
and have no idea when'I can be able to'market them. -

- The suggestion-that: the: Government: issue paténts and retam title, malketmg
and share in. proceeds -of any license ‘and royalty: arrangement with the in-
ventor surely would expedite the whole Datent procédure and:rélieve the in-
ventor -of much' work for which he is poorly fitted; "' The only- additional sug-
gestion: T:ean:make right now ig that ‘some regulatlon ‘be -set up on patent
attorneys and their practice which in some cagés dre 1ne11ned to take advan-
tage of the 1nvent<n : and hlS enthusmsm and mexperlence
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amight be willing to-colleet information on this in cooperation with- your subcom-
mitteeif your facilities and funds do not permit.

: But, if youwhave a good sound analysis of the problems of the Patent Oﬂice,
and: can help to cure the present ills, particularly by an. added interest in Con-
gress and: adequate appropriations,-then we might bave a chain effect which
would .go back to this very important mgredlent on sclentlﬁc talent whlch we
must have for national survival:

‘In closing, I would like to mentmn one more factor that I ha_ve observed over
‘the past 25 years which has some bearing on the whole problem. It does hot
seem to me .that the individunal inventor today is as selfireliant as he was. 25
to 30 years ago. He will -not make the:sacrifices,. work the hours, and put
forth the effort to bring bisiinvention to fruition or.to a point where its com-
‘mercial potentiality- can be observed to the degree.that I.recall up to possibly
1240, - If:-that is a general situation, then, of course, legiglation will not remedy
a personal quirk. ¥You may hear during the course of your hearingsg the com-
plaint that large corporations refuse t¢ consider the:inventions of individual
inventors . outside: their organization. -For. the past 15 years, in particular, all
inventions submitted to 90 percent of my corporate clients were cleared through
my ‘office before the corporation would look at -the ‘invention. This was to
protect- the inventor as well as my client and avolid misunderstandings and
improper charges of appropriation. Durmg that period an overwhelming per-
centage of ideas submitted were only in a very preliminary stage, and often-
times represénted simply the ideas of any man on the street, who. would see
a problem:and quickly think-of a solution. - Of course, the members of the
engineering-and management: staffs of our corporate clients had often seen the
‘problems :and . worked out a -solution long :before-the: outsider. On- the other
‘hand, - I' have very clear recollections of individual inventors in our office and
individual inventors -submitting -inventions to my:clients up through the -late
thirties where the invention had been carried to:a point that a minimam amount
of work was needed fo:be-done by the person who Would take over, ﬁnance, and
pmmote the mventlon : SR o

STATEMENT or MAYNARD D MGFARLANE, INVENTOR, CORONA DEI.. MAR, CALTF.

. Tam: a research saentlst Whose work con51sts in advancmg the state of the art
m my line of endeavor. My efforts-have been recoghized by the award to me of
fellowships in technical and scientific societles (the American Institute of Elec-
trical Fngineers, the Ingtitute of Radio HEngineers, and the American Association
for the Advancement of Science) for my contributions to facsimile and radar:
by the grant to me of 28 United States patents and by the presentation to me of
the Army-Navy certiﬁeate for .outstanding sc1ent1ﬁc contrlbutlons during Worch
'War IL. .

_Some of my patents cover baslc 1mprovements 1n the art of facsmnle trans~
mlSSIOIl, and are being infringed by present facsimile systems These systems
are controlled by large corporations, and an. approach to each of them has pro-
duced, in essence, the response: “Sue us, and we’ll. pay when the courts have
- held your patents valid.” The United States Government has taken a gimilar
stand, 2lthough I donated a royalty -free hcense to the Government durmg the
WAT Jears. .

Ag an 1nd1v1dua1 or a partner ina small enterpnse such 11t1gat10n has been
a financial impossibility. My patent holdings have been evaluated by . three

* _eminent patent attorneys who appeared before your commiitee, and their efforts

to realize (without litigation) even a .portion..of the dollar value placed by
themselves on my patent portfolio has been completely without success.

-The late George Ramsey, my friend and.for many years iny patent adviser,
repeat;edly said that the prezent patent system.wag not for the litfle man or the
individual inventor: a-patent requires expensive litigation to enable the owner
to -enforce the property rights of the patent grant, .. Reluctanily, I.have come te
accept his wewpomt I am disillusioned ; I have applied for and. been granted
my last individual patent T have .many patentable inventions in my files, but
any further use of the patent system for my mventmns Wlll bc by those for whom
Iam doing work.

The,California Instltute of Technology has accepted from me the g1ft of my
actwe patents. It is my hope. that. the efforts of, the. institute will produce for
the university. financial benefits which I personally have not been.able to realize,
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déveloped by youi ‘subcommittee,would justify the-extreme swing to invalida-
tion which we have seen.: ‘The:quality of. the Patent Office examination has not
dropped to.the degkee indicated by .court-invalidation, nor.do.T believe that the
work of the patent bar has been so inferiorithai:the patents are much less strong
than they were. The Patent: Office lost some highly eapable and: experienced
examiners by what appears to have been an Ul-advised move to Richmond, Va.,
during the war.  Both.the Patent.Office,.and. the patent bar have been handi-
capped since 1942 by losses and inadequate replacements as a result of ‘World
War 11, and the Korean war, but again;it-does not seem that these two conditions
should have reduced the quallty of 1ssued paLeuts to the low degree 1nd1cated by
eourt thvalidations: -~ °

TFhere ig an important eonsuleratlon here howeve1 aud that is that many
important references in the prior art that show up when a patent is litigated were
not discovered by the Patent Office. 'That goes more t0 the matter of classifica-
tion than anything else, and I believe one of the most important assignments for
your subcoimittee is to look at this question of classification within the Patent
Offiee and ity effect outside. Then if you can suggest a remedy in the way of .
appropriations ahd help to the Patent Office’ whmh W111 bring elasmﬁcatwn% up-
to—date, the results will be most worthwhile.

8o that there will be no thought that I-am saymg ‘that all the patent ills of

. the 1nventor and small husiness now are attributable to the eourts, I Tecognize that
patent examiners are hyman as are patent attorneys, Both have fallen down at
times, as they plobably have always done. When that is the case, a patent may
be ‘invalidated, ' But, the ovelall record smce 19%0 cannot be attmbnted to
thls cause, .

"It would he interesting to see over the Iast’ 20 years for those patents that
have been held invalid, how many of the cases were decided wpon new prior art
that was not citéd by the Pafent Office. And, it would be 1nterestmg to see how
these statistics compared twith a prior 20-yesr period. ' There mlght be two
eauses for the condition. First, if you compare the years of experience for the
examiners prior to moving the Patents Office to Richmond, and then look at the
same factor today, T believe you will be struck with the lesser experience in the
éxamining corps today. This might mean, that in the years since the Patent
Office has returned to Washington, larger appropriations should have been given
by Congress, and there should have been more active recruitment of personrel.

Obviously, it does talke years of experience t¢ make a topnotch examiner, and
there may have been a reduction in the quality and volume of output during the
last 2 years becanse of legs experience on the staff. —

"Ag to the second couse; it doeg not require ‘an investigation to show that the’
amount of technical art to be' conmdered by an examiner before allomng an appli-
dation has multiplied greatly in the lagt 20-Year period., This is not the faulf
of Congress, the Patent Office, or the patent bar. It has just been a matter of
growth in this country.- 'I‘h_e'nu'mber of patents issuing between 1915 and 1935

'ig less than the number between 1935 and 1955, The number of engineering de-
partments, of laboratories, and of enginetrs themselves has multiplied, and in-
vention was stimulated tremendously by two wars between 1935 and 1955. "All
that which is done in ‘a particular art on one day beécomes prlo'r art on the
following day. Meanwhile, the collectlon of fore1gn patents issuing since 1946 has
inereased, and this is prior art.

. Unless th1s classification of the prior art Is Kept up to date in every way the
examlner doeg ot have the “tools” available to him to make a complete search
g0 that the patentee can later go before a court with the majority of the art, if
not all of the prior art having been eonmdered by an expelt in the Patent Oﬁice
prior to granting of the patent.

If your cominiittee would investigdte the approprlatmns and expendxtures for
the Patent. Office from 1930 to date to show the amount spent on the day-to-day
operation, and the amount expendéd on classification in the face of this mounting
masgs of technical material, you might find g rapidly descending curve for clas-
sification. In some srts in the Patent Office, it has been possible for the examiner
fo do a reasonably good job but in others he has fallen far behind. Coupléd with
less experienced personnel, we have undoubtedly had patents issuing occasionally
without the guality of examination which would influence a court to depend upon
the validity of the glant ‘as courts did once upon a time. However, are the
courts justified in raising the standard of invention measurably w1th0ut any
move in that direction by, Congress?, . -

I had an mterestmg obgervation recentiv from a man who has attamed a sub-
‘stantial reputation as a physicist, as a college professor, and then a research
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patentability of claims over the references.cited. . OQneand not more than two
actions would thus be necessary. I.had intended to embark oh a program of that
nature, but in view of the:tremendons backlog and the amount of arrearage in
time, such a procedure would increase -the arreafiges: for several months ‘or
perhaps even a year. “This condition, however, would have been only:temporary
as there would be fewer subsequent responsés. - However, instead of irying to
reduce the backlog immediately, I felt:that we'could not afford, at that time, to
increase the backliog and-the arrearage in timeiany more than it:was. - Instead,

I tried to reduce the backiog and cut down the dates as quickly as possible. Such-
a complete first action would bé applieable in dbout only:80 percent of the cases,
as the remaining 20 perceitt of the cases would include cases needed to be divided,

and other reasons.- A program of that nature-could be achieved with more spdce,
and more examiners. Should such a program be ingtituted, a greater appropria-
tion-would be required, at'least temporarily for about 8 months:to a year,:to pay
for the increased number of éxaminers necessary : After that tnne, the exira
exammers could he put on classification. :

- In.my: opinion, the:long intervals of time and the heavy backlog occurred by-
reason ¢f the Patent Oﬂice having first been shifted from Washington to Rieh-
mond,;. then moved temporarily to.Gravelly Point; and then finally returned to
the Department: of Commerce building where there was inadeqguate space which
- was spread throughout various locations in the Commerce Building, instead off

being housed in the locations originally designated for thé Patent Office. -

The-Patent Office personnel should be expanded-¢onsiderably, not.only to over-
come the backlog, but to provideé for the expanding: economy and for the mereas--
ing population.

~The . Patent. Office -:examining - .corps: should  receive gleater remuneratlon ‘to
retaln an experienced and’ eempetent :permanent :staff,:and to prevent outsuie
mdustry from hiring the.experienced and trained exaininers; .

During. my:tenure. as Commissioner of Patents; I found: that the number of
txmes the . .Patent: Office: was reversed by the Court of :Customs:and Patent Ap-
peals, section 141, and the nmmber of fimes the Patent Office was reversed by the
district courts under seetion 145 (old RS, 4915); amounted to approximately the
same percentage and; if-I remeémber correctly, the Patent Office had beon &us-
tained by either of those courts about 83 percent of the tlme Perhaps the dual-
arraugement should: be:continuned.

. In my opinion, the recod1ﬁcat10n of the:: patent ]aws of 1952 and addltmns'
thereto, which went into-effect January 1,:1958, is having a’ salutary effect,in that
it indicates.that the Congress, by: adoptmg the new: laws; i in‘favor of streng’th-
ening. patents. - Perhaps less patents are hemg ‘held: mvahd beeause of that
indieation. . : ; ‘

-~ An obJectwe v1ewp01nt toward patentabﬂ]ty, dnis my opn:uon would greatly"
strengthen the position.of: patents in the courts.!- A heneficid] effect cotild be had-

- if -there.were a more Iiberaliattitude in:holding patents: valid,-and a strict infer-
pretation. with respeect:to infringement.: -Congiderablel latltude -and ‘Hberality
should be given with respect:-to-equivalent deviceés under the doctrine of eguiva-
lency,. and. the question; of; piracy, unfalr copymg; and : other unfalr practlces,'
shouid be resolved in favor:of:the patent TE e

i be11eve the individual: inventor is’ recelvwg 3ust as uch favorable attentmn
'before the Patent :Office: as. do’ the Jarge: corporations:  In fact; in' mygdminis-
tration as COmmlsswner -Of - Pateuts, I endeavored toiascertain What ‘perceritage of
dominating patents. were controlled by the large corporations with’ respect to the'
number of patents owned by individual inventors.' I:do not-have: the tabuldtion’
before, me and doubt. if it.is still available, but from: iy recollection; more than’
50, percent of the. individnal: inventors, -or so-called:garret: and cellar- Inventors,
were responsible for more than half of the dominating patents in indusiry.’ Iu
other words, the individual-inventor has: and.patents the broad idea; while the
corporatlons expand - and improve  the ideas: The individual inventor and- the’
regearch. lelSIODS of the large eorporatmns therefore both have thei place n"
industry.. : Gl B

- In my. opmlon, small busmess Wlll hes1tate in entermg the manuf eturmg field,’
unless there is adequate patent- protectmn so that the mvestment m orgam?mg' )
anew busmess may be preserved Bt i : ‘ ‘

'I‘he courts, in my,.opinion;: appear to abe adequately equrpped to try patent
cases even though the technical complexity of the subjéet matter has increasad:
materially. The technical phase of the sifuation ‘having-been alréady ‘developed
and decided by the Patent Office; :the courts will look ‘obJectively into:the ‘cazes.
Should there be technicalities 1nv01ved the ‘courts, as alwa¥ys; have the privilege

v
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absorb - workers from: these fields displaced by t]1e 1ncreas1ng automatlon rof
industry. :
“Angwering ‘thé' question:of the return on'ithis expenditu.re for: t;he pub ¢ mvest-
ment, ‘posgibly 1 out'of 50 inventiohs:cin be:characterized as fundamental and.in
thé category above cited: Paking an:average:of 2,000 inventions a year as falling
into this group, lét us-assume an average expenchture of - §50,000: per..invention.
to cover both-steps 1'and '2.: Now of course, sotie of the inventions might receive
grants ‘of ‘aglittle 2s-$5,000 or $10,000, while othér inventions might reguire
ag much ag $1 million, depending on the nature and-complexity of the invention, -

“Now let u§ dsgtimé that oubiof all-the: 50,000 te 100,000 inventions “per year
patented 2,0007aré sélected: for-grants, and- out of these: 2,000 but- 1 succeeds:in
starting an entirely new indusiry of major proportions, then the economic return.
to the country from - that 1 invention ‘alone, for example let us say it were the
third element of the vacuum tube, or the transistor, or-the.telephone; ete., or- the.
combustion engine Teading to the: automoblle then that contrlbutmn anne would
suffice to justify the:entire’ program,:::

‘But -much moreé than this will: have been achleved a stead_v 1mpetus will ‘be
gwen to the entire inventive art,” Creative talent will be shored up and supported
and urged on to create ever more and-better inventions, and the entne ecenomy
will benefit’ by a' ‘eontinual: imiprovement of its technology. -

Other methods might be employed to 1nduee msk capltal mto mventmns Here
are a few further suggestions:

The SEC mlght be empoweared to ald the issuance of 10w-cost speculatwe stoek
to the publi¢ to enable them to:spéculate upon the:advance of science and inven-
tion with the full knowledge that their investment is a definitely long range and
risky speculatlon There are many pedple in this coudtry who would be willing
to risk small to ‘medinm to large sums of money in-jukt sueh ventures upon the
lohg term chanee that Success will smile upon them.

A further suggestlon comes it the use of tax. iricentives to those who would
place their risk capital st the disposal of inventors, . .. . i

The above grants to inventors would be made by.the: Government only after
other means of raising private capital were exhausted:  Furthermore in. the

. cige. of step 1 and” step 2 rigk capital investments the Government after each
stage wonld smvey ‘the possibility of obtaining ‘risk capital by alternate means,
preferably fr on’ pnvate sources, w1th smtable protectlen of the 1nvent01 s
interegts. . .

“The inventor after eacl stage’ Would attempt 'mth the a1d of the Government
to. interest. private risk capital to Turther: the: venure. . Hvery effort would . be-
made after each stage fo° survey the situation to determine whether private risk
capital is available. If risk eapltal Wwere not available from private sources the
Government would then ploceed to” ﬁll the gap and to carry the plOJeCt further
to the next stage. - .

The Government would step ont 6f the p1cture as soon asithe pro_]ect “were
capable of hecommg self—supportmg, or 1f the pro ect were proven to be not
feas1b1e o . . -

‘One further suggestlon that-will" requne study and leglslatlon :

.. There exist in the universities and in the corporate.laboratories many creatwe'
mdwaduals who ‘eould be’ st1mulated to produce merltormus inventions of great
importance. to.the economy. This they are doing dnyway to a Hmited extent very
much hampeied by two things, {1) ‘lack ‘of complete. freedom to give vent to
their imaginations by being excessively channeled within br ganizations.that haye
particular demiands for certain‘areas of 1nvest1ga1:10n, and ( ) partmulally the
lack of reward for aeeomphshment )

Much’study roust be given to'the 1mprovement of 1ncent1ve plans for inventors
so; that-compensation may be paid them in a manner which really reflects the
extent of theéir contfibution: No mere token payment' will prove satisfactory.
The Tewards must really be- substantlal and preferably be .on a royalty basis.
An.individual within a group that creates sométhing beyond the ordinary call
of duty should be treated Just as well'as an outside inventor; taking. into con-
sideration the coniribution of the corporation, and ‘with the same rights as-
thoiighi he weré an indepéndént inventor coming to @ corporation with a patented.
invention from the outside. ’I‘hls, present -day bonus systems or token payments:
very often fa11 to aecomphsh ;
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which though: it may. be of fundamental. importance is completely- unknown ‘and
untried; and may not even bave & present market, . That is, the market must
be: estabhshed for:it-after the idea has proven to be feasible. : Under these cir-
cumstances the obtaining of risk capital may be:very difficult, if not impossible..
But :then-let us assume that the development work has proceeded to:a- successful
conclusion ‘and: ‘that risk capital has been obizined: on a satisfactory basis.
‘Thereafter still another huxdie remains.: A new. development-has been made,
4. new invention which perhaps may be the- basis of -a new: 1ndust1'y, or an
improvement which will revolutionize an old industry. - At this point there are
no-economic. data to prove.that the: process or apparatus invented, or product
invented will prove to be a profit-making business venture. At this second stage
additional risk -capital must he obtamed ‘to promote a.nd further the idea and
reduece it £ a commercial resntit.

In my estimation both of these stages represent an- almost equal dlfﬁculty

“In the circumstance- the inventor must be fortunate .indeed as he must be
prepared to- deal as a-businessman with ihese: problems. - He must surround
himself with able: attorneys, financiers, and promoters, -a task for which he is_
often not well equipped. -As -a tesult the tables are very often turned, and. it is
the promoter, the:financier, or others distantly related.to the new enterpmse who
very often reap the reward that is rightfully due to the inventor.

- Under these circumstances the patent .issued to the inventor may fa,ll to pro-
duce the reward that wags intended by its granting, and so acts not as an incen-
tive to the stimulation of further developments by this inventor; but may deter
him in trying to produce further inventions and developmenis Whlch will burden
him ever further with costs; problems, and disappointments. - .

In this dilemmma the average independent inventor sometimes soeks protectwn
of a corporate group; but usually when he does thig he greatly subordinates his
rewards, and may-find himself channeled along a particular path or route, Whlch
nay prevent him 'from the free exercizse of his creative ability. .

+I: believe ‘that the prolific creative inventor funetions: best when he is left to
1i8 own devices and that associations with groups or universities or-corporations

‘hould -only:be made under his d_ueet vohtlon, of. his free chome, and- not as a
.¥product -of economic necessity.:

:Recognizing -this dilemma certam 1ndependent mventors, of which I am one,
..ought to' maintain-their independence by. the formation of their own . companies
wheTre they would: be free: to create without external control, and where they
way befree to use Whatever funds they can acqulre to the productlon of farther
inventions,’’ - .
--Inmy -own expenence an: 1ndependent professronal mventor Who funetlons
through -the «creation of his-own business,: which in turn.:will feed: his-further
mventmns, can only do so 1f he 1s W111111g 1o create a d1vers1ﬁed group of mven—
tions. :

He: may v1sua11ze a4 group of fundamental mventmns, and merely earry them
along in the: theoretical stage, but, in addition to this he must.alse, if he is able,
dreqte d group of derived ihventions, those which have ready: marketability. .. Pref-
erably with:a small: ‘group ‘of :¢cloge and trusted: agsociates, if: such -he:is able. to:
obtain;“hé st then $et ‘about:producing and: marketing one of his -derived
inventions . which; if .circumstances permiit, may: become:suceessful . If s0, he-is
then' free to' continue to: develep: those :moie compheated and fundamental 111-
ventions which may be closest to his desires, « 7!
~hig then is the pattetn’ which many 1ndependent 1nventors have followed ae
a'road to successin their-careers. Admittedly it is:a difficult road and one not
likely to be met' with: sucecess except under: very favored: circumstances. ;> - - -

The great majority of independent inventors, then, not meeting with success,
find themselves forced to take covér under somécorporate wing, under some £oim
off'activity: which may- not exactly fit-their: free talents,-! It:ig also ‘found: that

‘amongst ‘those independent inventors ‘which' may have made 2 siccess of their

own businesses, that the demands of the business: may tend to divert'the inventor
from hig real: talent Thus the independent-inventor may become an indifferent
buginessman ‘of moiderate’ sucéess which: may not’ permit hnn to reahze the fu11‘
bounds ‘'0f ‘his ‘intellectual ‘eapabilities’as d4n-inventor,

7Y ‘do not believe: that'the corporate-or:team inventor approach is the one most
conducive o obtaining the best résulig from the creative tind of the inventor,
A basic reagon for this ig that the rewards-which flow back ‘t0 the mventor ‘a8
a-‘Téstilt’ of the e ‘of his ereqtive dbility ave: Joftén far less than ‘that-aceorded to
ain executlve 1n another department Who Do esses only a moderate degree of'

" abilifyit
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T £ commelmally successfnl and 13 not clearly chsclosed 111 any smgle prlor
1t digclosure. -

-3, ‘Achieves.a - result not premously aeh1eved even 1f usmg known structure it
the result is:included as.a part; of the claim,

4. Achieveg-a known result with a struetme not cleally shown in‘a smgle
prlOl‘ art disclosure or a’combination -of prior art disclosures where the com-
‘bination is suggested clearly by -the art.to he combined. C
. -Many -would: consider: the- foregoing very daring indeed. -.Some wﬂl un-
{doubtedly scream ruin, They will ery with some of the courts that a band of
brigands will seize upon-every improvement and wring tribute from legitimate
Jusiness. . On'the other -hand, no one need pay unless he chooses. - If he chooses
“he must-feel that it-is-worth the: price. Obviously nothing actua_l_ly heing done
currently would be patentable under -the above definition. It ig dificult for
Jne to see where the harm would lie; I'deny harm would result in. fact.

Furthermore- to. so.-define mventmn would offer many. advantages. A good
search could . determme almost .conclusively: whether a structure was patentable
or-not, An-:examiner could determine with- greatly increased accuracy what
elaims should or should not- be allowed on a first office action on an application.
‘Procedure in -the Patent Office wounld- be expedited’ enorthously.’ ‘Prospective
.plrchasers of patents in the pending stages would be able to'detérmine with a
“fair degree of accuracy whether a patent is likely to issue, and.in fact how
.broad. the eclaims: are likely to be. All would have a fair to middling idea :of
‘whether an-issued patent was valid or not for all would be going by the same
standard. As a result, the independent inventor could once more know whether
‘he-had created a patentable -device and would then be left Wlth only the un-
certamty of 1ts salablhty to tmuble h1m e

STATEMENT oF ALVIN M. MARKS, INVENTOR, VVHIT!ZSTONE N. Y.

“'THig stateément concerns the experience of an mdependent 1nventor regarding

the worléinigs-of the:patent syitem of the United States, and-more particularly as
that system affects the general economy of the country: and it action to provule
‘incentive and réewards to the inventor.
"' As an’independeént inventor who hag had many deahnvs w1th the Patent Office
‘through his patent attorneys in the prosecution of approximately 50 patents re-
‘lating to the fields of optics and electronics, I can state that the Patent Office
‘as a whole has worked very well. Of course, we are all aware of the various
things-that can be done to improve its funetioning, to pay better salanes to its
‘eimployees, to attract better grade of employees, to hold them longer in their jobs,
and to reduce the backlog of inventions being processed. From the inventor’s
standpoint, much ean be accomplished by increaging the presumption of validity
‘of a patent, by employing a more thorough and complete and careful examination
and action by the Patent Office staff on the merits of the invention beéing con-
‘sidefed. - This can be done primarily by a better and more complete search of the
prio¥ -art, particularly foréign references and periodicals. These offen turn up
4in- sea;-ches after a patent has been issued and can be cited in subsequent in-
tringement suits against the validity of the patent. I know that this will great-
1y increase the workload of the Patent Ofﬁce, and so I am suggesting that ex-
‘tensive prior art bibliographies be prepared in each category of the Patent Qffice,
possibly with the assigstance of the Library of Congress, and also that electromc
séarching means be provided so that such prior art bibliographies could be quick-
1y culled for appropriate content. Such data is no doubt scattered throtghout
many Government agencies, and in my opinion much could be gained by a cen-
tralization of all this data and the data could then be made readily available to
‘both Government and private requests, as well as to the Patent Office for the pur-
pose of establishing all that is known of a given subJect from the pnor art very
qmckly :

In, addition to above: I also advocate the setting up of a system of prlorltles
in the exammatwn of patent apphcatmns It often happens that an inventor is
working in a-particular field which is a long way from bemg ready for com-
mercialization. In soch a case: he may wish to delay the issuance of his patent
apphcatmn and thus extend the life of the actual commercial utility of the patent.
It is obvious that any patent issuing before it is ready to be comiiercialized is a
Toss to the Invertor ingsmiich as the 17-year lifetime will run without the inventor
Being able to enjoy a reward from his work. On the other hand there are many
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them the ‘kind 6f protection they are seeking in: case they +wish to indulge in-the
WelI known technique of legal confiseation, unless they can buy it for a song::

The ‘gullible: recipient signs the' form and sends them s drawing or working
model and that’s the last he hears about the matter for the time being; but after
a“few months he may hear that the industry i uging an invention that sounds
very much like his, whereupon he gets very agitated and active, and hig attorney
swho thought the:industry -too big and honorable ‘to -take advantage of a poor
inventor, without paying some reasonable compensation; writes them thie nusaal
letter-calling:-their sttention to the fact that they are using his client's inventioh;
as expressed in his drawing, or working model, which had been submitted them.

- Thé chahces are that they -will completély ignore his implied ‘threat. to start
Tegal proceedings, because they feel just about 100 percent sure the:client éan’t
afford to go through with it; or they will simply peint-out that the inventor had
signed a pPreliminary agreement that they were at: hbel ty te avall themselves of
anythmg they could find in the prior art, ete. .

 Néedless ‘to: say that with the number of: patente approachmg the 3 m11110n
mark, they have dug up a claim or claims that read on the inventor’s structure,
in fact because'of their familiarity: with the art covering items in theit particular
line, they knew all ‘the time that possible covering: claims: ez1sted that did not
Work in practical: application, yet-served to block progress. - :

If the inventor happens to:have enough money and: courage to taekle a- smt
- he finds out in'the long run,’ that the mlmber of patent cases and dee1s1ons are

probably 80 or 90 percent in‘favor of defendant.. - v

“There 1§ a striking similarity in the unrelenting attltude they nearly all, adopt
in forcing the inventor to'accept their terms-and conditions. - They seem to feel
very: confident-that not oneamong them will violate an-unwritten procedure.:

My possible solution hag been arrived at after mature consideration of the sub-
jeet from many angles. It ig fair to the-industrialist as well as the inventor,
yet I believe indusiry will oppose it with all the forces at their command, hecause
as you can seé from the foregaing, they don't-have topay to britig the matter out
into the open. As far as buymg the invention for their own execlusive use, they
realize that that was possible 4t oné tirme, whah the art was not go crowded, but
that now. the hope;for patent.protection for them; is just as hopeless as it is for
the inventor, therefore Why not push up preductwu and. beat their compet1tors to
the market..i;.. o

:They: reah o that theu' adv n’cage W111 be short 11ved that they W111 alI soon
be featuring-it, but they console themselves with the thought that it will be good
for the mduetry at:large; that there will be increased sales for all. :

“Yous of course realize that. inventors have made a tremendous contrlbutmn to
those auany-splendored things that have .made the advantages, comforts: and
p}easures of this great country the most faseinating, happy and. desirable nation
in the world, so why let a condition continue. that: forces the inventor to throw
up:the sponge in desperatlon and. seek a 11ve11hood at somethmg at whlch he is
ntterly unsuited.;

If &uch a con(htmn Was prowded I Would feel eneouraged to resume my re-
gearch activitieg with a new zest and T feel that m'my other inventors would
share my; FEUIMER. . ..o o et e g e

. Naturally there w111 have to he dlSCllSSlonS, pro and con rt’s a blg subrect but
I think it can be worked out in a way that will save the ser v1ces of worthwhﬂe
1nventors for the good. of the country : . e ; .

Yours very truly vt Lo

GHARLES c. jAME's.'; ,

b STKTEHENT o L AL 'MACEACHR’ON PATE‘NT AmoeﬁEY ‘DEes’ Momt:s IOW'A '
Currently it is very diffieult if not - 1mpossnb1e o tell i ddvance’ of filing ‘4
formal patent dpplication whether a’'device will be’ paten‘rable Often substantial
sunds must be spent before the’issues are clear in thie battle with Patent Officé
examingrs. - Even then a ‘court’ decigion ean destroy yeéars of work and worry
poured into a brain child. Obviously thig is very discouraging to-the individual
inventor with:little’ or 'né funds gt his disposal’” In fhct, only a fdirly wealthy
individual can really afford’ the gamble of attemptmv to patent womething with
the ‘unicertainties of Jpresent law. " I bhélieve it would be well to'relieve this un-
certainty if possible. - Particularly as's Democtat F-believe the little individual
inventor is entitled to a better deal. To remove this uncertainty, we must dis-
cover the cause of it. It all resides in a:zihgle word in 1y opinion——“invertion.”
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#“The Congress shall have power to, promote the progress * * * of useful arts,®
by securing to inventors * * ¥ the exclusive right to thelr dlscoverles

“TThis interpretation-of the constitutional clause his been fully doenmented’
and was endorsed by the congressional commlttee whlch teported’ to Congress
the bill which became the Patent Act of 1952, Ii'is fiof a new idea, as’ the_"patent
and copyright statutes expressly. recognized it up until 1870, In codt ying the
patent and copyright laws at that txme, the. constltutmnal deser1pt1 ns were
omitted.: : ’

It has been suggested that the mere presence .of the Word “mventor “in t_he
clause implies that there must be an “invention,” and that this of itself ig'a
“standard.” However, the historical facts.do not support this view.

In 1789, the Word “mventor” meant nothmg more than “one who produees some-
thing new.”*

At this time, the 1dea of a standard of mventlon ‘was Just emergmg in Eng-~
land. 'The Bl‘ltlsh statute contdined no such standard, since it permitted a patent
on-a “new manutacture.” The first judieial utterance that could be interpreted
as a standard was the statement made in 1774 tha ”any matenal advance call
it improvement, or call it a. d1scovery” merited & patent.”” ;

_ Tt seems clear that the framers of our Constitution had no “standard of in-
vention” in mind, but, if they did have, it could have been none other than the
low standard just quoted.

~In earrying out this eonsmtutlonal power, Gongress has enacted 14ws. settmé,
up separate systems for patents and copyrights. ' Never, until the A &'P case,
has anyone claimed .that the Constitution contains any “standard” by Whlch
either patents or.copyrights were to be judged. "And, ¢f course, if there'is ‘any
“gtandard” expressed, it must apply to both copymghts ‘and pateuts, since” any
language that implies a standard is common to both branches of the clause. :

Thus, if one takes the view that only such patents areto be granted as promote
the progress of the useful arts, then one must agree that only such copyrights .
may be granted as promote the progress of knowledge. The second part of this
proposition, would be considered wrong by anyone familiar with copynght law, :
and if the second part is wrong, the ﬁrst part is equally wrong.

A study of the hxstory and background of this ¢lause of the constitution should
convinee anyone that in using the phrase “promote the’ progress,” the, Conven-
tion wag merely expresging the conviction that the granting of patents and copy-
rights does 'promote progress, ¥ This convietion was based on 200 years of
experience with patents in England and the Ameriear ¢olonies, and on over 100
years of expenence with cdopyrights.

'If there is any “staiidard of invention” wrltten into the Gonsmtutlon, né one had
found it for over 160 years. Congress passed laws which provided for the grant
and enforcernent of patents, but these laws left the matter of a standard of’ m-
xentlon largely to the courts, as had been done in England.

" (ver the years, the courts developed a Feasonable gtandard of mventlon bear-

ing in mind the purpose implied in the- Constitution, namely that by the rr1ant1ng
and upholding of patents, the inventor and his backer would be encouraged; atid
thus progress in the useful arts would be promoted.
. Unfortunately, in the early thirtiés the idea emérged that patents are’ a
pPrime cause of certain abuses in big business, and that a duick and easy way
to attack these abuses is to attack patents. ThlS philosophy has ever reached
into the Supreme Court, and no doubt was largely responsible for the develop-
ment of the attitude that has resulted in striking down . substantlally every
pateut that has since come before that conrt.

This philosophy came to full bloom ih the decisions which' held ‘that an
Improvement could. not be patentable unless it resulted from “a flash of erea:
tive geniug,” ¥ and pushed back the frontiers of selence ™ .

These decisiong amounted to judicial legislation abohshmg the patent gystem,
and they were g0 interpreted by the lower coitrts™ |, Congress did not approve
of this judicial legislation, and passed in 1952 a new Patent’ Act which con-

‘;In the 18th century the phrase “nseful B,rts“ meant apprommately what we eall- “tech~
nology.’

¢ Patents and Sc1enoe—a Clanﬁcation of the Patent C]ause of ike United States Con-
stitution, The George Washington Law Review, vol. 18, No. 1, . 5O (December 1949),

7 Report of House Committee on the Judlciary, to accompany H, R, 7794, section on
Farly Patert Laws,

8 This faet is ‘esinblichéd 1A the aitefis’ referred to it footnote No 1‘3' by references to
Samuel Johnson’s Dictionary..

° Lord Menboddo, 1 Roebuck v. Sterling, B'romw ‘vol. 1, p "

% Cuno Bngineering Devices v, Automatic Devices arp. (314 U S 84 (1941)) E

A, & P. case, supra. i

12 “Are the Courts Carrying Ouf Constltutional Public’ Pohcy on Yatehts o ™ Journal of

the Patent Office Society, vol. 34, No. 10, October 1952 D. 766,
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mformatmn ‘and adequately pald skﬂlful ex L 'ers should speed up the examm-

heretofore - o . e
....The final pomt I desu-e to mentlon 1s my co v1ctmn that the Umted -States
_Patent Office cannot and need not be self-sustaining, . The patent system benefits
.every-citizen by promoting progress.. There is no reason why.the inventor should
‘bear the actual cost to the Government of processing his application for letters
-patent since the yltimate. object of the patent system is to-promote-the. progress
of science and the useful arts for the benefit of all citizens. Any attempt to in-
crease fees o the point of rendering the Patent Office self supportmg will stlﬂe
_.rather than stlmulate both 1nvent10n and progress.

STATEMENT OF" GEORGE H LEE PATENT A.T'I‘ 'RNLY OAK RIDGE TENN

s Lwonld like to call your dattention toian apparently madvertent defect ih the

1952 Patent Act which, it is believed, should he corrected by the Oongress It
relates to the provisions for-the protection of infervening 11ghts agamst relssue
~patents contained inthe gecond paragraph of section 252 -
....iPrior to.the 1952 act, the doctrine of intefvening rights 1ested Wholly on’ case
-‘lﬂW - The doctrine ‘wag a.confusing and: difficult one, however, and the decisions
relating thereto were-.often in confliet. : The 1952 act attempted to clarify the
doctrine and-to'lay down a siteple test for its application, These laudatory obJec-
-tives were, for the most part, successfully achieved. - -

It is believed :that the codification, ingeneral, enacts mto law the best and
,predommant Judlcml holdmgs on Intervenlng rights-with respect to-the pringipal
category of reissmes, i..e.,; “broadened” -reissues:.. Unfortunately, ‘however,: a
relatively minor category of reissues, namely, “narrowed” reissues, was ap-
parently in‘advertently included in the provisions for intervening rights. The
enactment of provisions for intervening rights against narrowed reissues con-
stitutes a’cledr-cut departure from well-established case Iaw which held that the
doctrine of intervening rights’ had no applicition to narrowed reissues. (See
Walker on Patents, Deller’s edition, vol. I, p. 1373, and Commentary. on the New
“Patént Aet, P. J. Federico, pp. 45 and 46, contained in the first of the threé volumes
of the U. 8. C. A, title 35 ‘poblishéd in 1454.) Further, this departure from-
~established case 1aw appears to be inequitable and undesirable on its face, to have
.been suggested or advocated by no one, and to be inconsistent with the entire
theory of reissue patents and intervening rights. '

As-an example of the injustice that may result the followmw hpyothetlcal
'sfcuatmn is presented. Due to an incomplete gearch ow the part of the Patent

" -Office, an original patent issues with a briead but invalid (anticipated by uncited
‘prior art} elaim directed; for example, to a chemical process, The patentee has
accepted ‘this hroad clan:u as the propm gcope of his invention under a mistake
"8 10 the true'state of the prior art in reliance on the search made by the Patent
~Office. ‘This is clearly a case where applicant is entitled to a narrowed Téissue
‘patént contammg a marrowet valid claim patentably distingnishing over the
-unelted pior-art. ' However, he obviously éannot apply for his reissue. until he
‘learns of the uncited prior art and the invalidity of his broad claim. In the
jmeantlme a large company, being aware of the’ uncited anticipating art, may,
with complete impunity, build 4 plant fo carry out the patented process exadtly ag
“taught in- the patent. HEven though both the invalid broad claim of the original
‘and the valid narrow claim of the reissue are admittedly infringed, the company
is free to continue practicing the invention in their plant subsequent to the grant
-of the reissue by virtue of the intervening rights which have accrued to them
‘undar the 1952 act. This situatior seems clearly to be inequitable and incon-
gistent with the historieal purposes ot the reissue laws and the intervening rights
fdoetrme ‘Under the case ldw prior tothe 1952 aet, no mtewemng ughts would
-acerue to the company againgt this harrowed reizggue.

- Itis; therefore, respectfully urged that the second paragraph of qectmn 252 he
“revised so as to exclude narrowed reissues from its provisions. | Tt is'believed that
‘guch a revision would -be non-controversial and could readﬂy be aceomphshed in
‘any of the following ways:

1. Af the beginning of the paragraph, change “No re~ssued patent shall

N abndge” to “No broadened reissued patent shall abridge * * *.

-~ 2, At the Beginning of the paragraph, change “No relssued patent shall

“dbridge’ to “No reigsued patent enlarging the scope of the claims of the
original patent shall abridge * * *”
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In praetme, every patent is pnma fame valid- up 1o “the cost of htlgatlng 1t,
Tor it is valid unless litigated ; and it will not bé litigated if it is better business
for the manufacturer to take a license under the patent or to manufacture a
device of Lis own independent creation. .

It sometimes promotes competition to gtrike down an lssued patent by- court
action, thereby miakihg the fuvention freely-gvailableto 411 Tt ravely or uéver
promc»tes competition to strike down a patent. application in the Patent Office,
since. the dapplicant ther has no incentive to reveal his seerets, and nho protectmn
with which to attract risk eapital.. .

.TFor these reasons, I do not hellieve that Gungress can unify the standards—
of inventiveness applied by the Patent Office and by the courts.

(¢) Imterference proceedings need modernizeiion.—When litigants prefer to
settle their ‘controversies by negotiation rather than by submittal to a tribunal,
thiere is something wrong with the methods. of the tribunal. At present, the
Patent Office declares an interference under certain ecircumstances to determine
priority of inventorship between rival claimants. Interference proceedlngs are
unduly technieal, time consuming, and expensive. ‘Manufacturers in active fields
©of invention, where interferences are most likely- to-oceur,.frequently bypass. the
interference procedure of the Patent Office by informal negotiation during; which
they show each other their evidence of priority of invention. The party which
believes it will lose then terminates the formal interference by e.llowmg' the
patent to issue to its adversary. . The price for this concession is usually a
royalty-free license to the loser under the patent which the winner receives.

These negotiations of course sometimes break down. It would seem desirable
to amend the patent statute to permit-interferants to stipulate, to arbitrate, and’
to provide. that the Patent Oﬂice shall enter Judgment on the award of the arbl-
trator, .. . ’

In-at least 90 percent of the: 1nterfereuees declared the party.first to ﬁle ita:
patent-application is adjudged to be the first:inventor, and obtains the -patent.:
In other words, in 9 out of 10 cases the result-would be ‘the same if 1nterferences
were abolished, and the patent issued to the first:applicant to file.

:Barnest consideration should be given to: modermmng the 1nterference pro-
eedure, or to abolishing it altogether. v

For- example, the patent:statute could. be- amended to provide that the patent
shall ‘issue,  without :declaration of:any interference;:to the. party first- to file:
“When. the Patent Office is aware that there is a rival claimant, it should:require
the: party first to file: (sentor party) to make- its case special, and ‘to rush the
patent to:issue as goon as poggible. All junior partles shonld -then have their
applications reJected upon the patent issued to:the senior party. “In such circum-
stances, ‘the junior parties would retain the right which they now have under
present law to request an interference with the issned putent prowded the request
is made within 1 year from the date the patent 1ssues

6. Suwe'ys are needed .

" Judge Learned Hand has stated that we' know nothmg about the eeonomm
effects of ‘the patent system. and its gctual effect in: promoting the progress of
science and useful arts. Adequate factﬁndmg mvestlgatlons should be under—
inken . :

(@) We need E:Y quanmtamve exammatmn of the extent to whleh patents are
actually being used to restrict opportunities, as compared with other devices, We
need to know the extent to which opportunities are restricted in this country . 1)
by control -of Hatural regources, such as the minerals necessary for producing
dlumintin, | (2) by control of d1str1but10n gystems, such as oil and gas pipelines,
{3) by the power of mere bigness and money might, (4). by superior organization:
arnid eﬂimency of eompetitors of various sizes and in various fields, (5).by labor
unions in restricting admission to membership, (8) by such labor practices as
insistence upon the use of obgolete handtools and boycotting. of laborsaving
‘miachinegry, or fixing wages at rates so high as to discourage use of the trade
involved, ang (7) by- dlsemmlnatmn based on .coler, race, creed; name, sex, or
past association. :

(B). It would be of value to poll mdustry to. - aseertam What measure 01
validity bufinessimen aeccord to an umlitigated. patent; and to what extent the:
high cost 0f patént-litigation ‘cauises businessmen to.pay patent royalties on
patents which they believe to be invalid.. We should also ascertain the cost to
business, and the value of, . the techmque of, obtaxnmg patents for defensxve-
purposes . e R : S
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8. The.plant..petent -statute imposes. a. standard. of “mventwmess” whwh 1’3
Jor utmty mvenmons aml demgn m'l:enmo_

E ’l‘he plant patent statute - (35 0.8.C. 161~164) makes patentable any, d.lst:lnct
end ‘rrew variety of plant; other than a tuber-propagated- plants; > Hence Gongress
hag:decided:that the .constitutional standard:of “invention” or “mventweness
or: “inventive!level” iz -attained when. a dlstlnct new. varlety has: been created

iWith respect to:plants; asiwith -medicines, the “invention” can: be “concelved“
only after:it haw-been reduced-to practice-in.a tangible embodiment The' plant
inventor does not know what his experiments will produce untll ‘after the plants
have been produced. ' The plant patent statute does not require, the plant inven-
tor to exercizerskill beyond ithat of: the.ordinary plant breeder; and does not
- expect himito -devise any new techmque for. producing. or. asexually reproduelng
his new plant. Indeed, he:proceeds by well-known. technlques of plant breedmg',
‘and the law:aceords him the status of “inventor? if his work resulis in 4 distinet,
new:variety of-plant; . The variety is “distinet” if it can. be dlstlngmshed with
certainty from prevmusly known varieties;of the game plant. ; :

The same:standard of invention: might.well be ‘adopted for’ demgn mventlons
and. utility :inventions..: If ‘the alleged. utility invention (or. de31g'u 1nvent10n) 13
:really a-distinet; new Varlety, it onght to be.patentable; if it.is only a color-,
.able-variation: of: something already. known, and :does not . possess useful  {or
ornamental) qualities: which clearly d1stmgmsh 1t. from the prior art then it
;ought-not to be patentable L . : S

P2 Sfbould the demgn patent statute be repealed’?

The design, patent statute (35 U iR ¢ 1"1m173) : not Well adapted to the de—
slgn problems of indusiry. Adeduate searches ca not ‘Pe méde in ‘the Patent
Office,. because the, present, clagsification, system tiot workable! "It claksifies
‘design patents by the function of the’ drticle of manufacture to’ which the orna-
mental design is applied. Hence, fountam pens, elgars, and baIloons are located
in three different classifications. Yet the Identlcal demgn conﬁguratlon is com-
mercially, used.in each. The ornamental appearance of a ballpomt pen is neither
NeW nor. pntentable if the same shape hag previgusly been used in difigibles or
in'cigars. 'What counts is the ernamental effect, and so far no one ‘hds inventéd a
clasmﬁcatmu system based upon’ 01namenta1 eﬂ’eet dlsenvaged from the nature
of the article being ornamented

Clasmﬁcatlon by artistic 'style is not workable elther ginee such cntegorles
as streamlined, cublstlc, abstract, modern, renaissance, récoco, arabesque orien-
tal, Louis. AVI ete, edch embrace an infinitude of varieties of drnamenfation,
dependmg upon the taste and personality of the designer, the shape and fuhe-
tion of the .cbject to be ornamented, the material from which it is made, the
method of manufactute, ete. The same techmques of ornamentation result in
radically different visuil effects whén applied by different inventors. The issued
design patents reveal ohly a small fraction of thé ornamental effépts which have
been utilized or known. Theé design patent examinets thereéfore are not able o
make an adequate search; and the grant of a deslgn patent hardlv warrants eny'
agsumptlon that the deslgn is new or that the patent iz valid. =~

Miny designs are ephemeral. In the case of ladies’ hats, for 1nstanee,
the commercial life of the design is apt to be shorter than the average time
fnterval now prevailing between the filing of a design patent apphcatmn and
the, issue of the patent thereon.  And design patents fare worse than ut111ty
patents in litigation : very few design patents are sustamed in court,

The Supreéme Court appears to have taken the view that anything which can
be designed patented is also ‘enfitled to copyright protection: Mazar v, Btein
(347.1. 8. 201; 100 U, 8. P. Q. 325; 74 8. Ct. 460; 98 L. Ed. 630 (1954)) o
the ‘proprietor of a ‘new ‘design, copyrlght has many advantages over des1g11
patent—copyrlght is qmcker easier, and cheaper; ' the tetm of protection is
longer, and the r1gh1: is. edsier to enforce. There iy no need'to duplicate ‘the
modes of protectlon The Stein case invites repedl of the desizn patert statite.

Carefnl conglderation should be’ glven to the ‘question whether the doctrinie
of the Snpreme Court in the Stein cage shoild be codified by amending the copy-
7ight law to inélude a statutory declaration that any new and ornamiental demgn
for an article of manufacture is entitled to copyright protectlon ‘

However, there is-sfilbborn resistance to' recoguition of copyrightability in
clothing ‘desighs. " There is practically no Pesistdnée to ‘design patent protection
for clothlng possibly. because design patents in practice fail’to give any veal

} protectmn in thig"field.  As'inatters now stand, cheap Ccopies- ‘of ‘even the- most |
excluswe dress demgns 8 on sale almogt ay 800D A8 the originals; 80: that the -
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new products, and new manufacturing methods, all,of which have created pros-
‘perity and industrial progress for the Umted States, f&r beyoud wmparlson w1th
less industrialized nations. .

For an example, less than 20 percent of ‘our peopie ale engaged in the produc-
tion of food, and they produce much more than we can possibly use, while in
India, Ch.ma and other nations, we find that 80 percent of the people are engaged
in the prodnctlon of food, and even then they can only manage a starvation diet.
As we do not hive a monopoly on brains, it would seem that the basie difference
lies in the encouragement of imvéntions here in' the United States making the
skills and knowledge of the trades available to the publie, while in the less indus-
trialized couutries the skills and knowledge of the trades are passed on from
father to son and often lost foréver with' the passing of the originators.

Shall patent vultures be allowed to continue to exploit our technically incom-
petent judges, so that our courts destroy our progress as efteetlvely as mlght an
enemy ar my? .

No nation can survive as & leader among nations Wlthout encouragmg and
protectlng 1nvent10ns . : . . o

Anmfmow.u, STATEMEI‘\TT OoF ALBnRT I KEGAN PATENT A’I‘TORNEY, CHIOAGO II..L.

1, ‘Bvery patent 'pmmotes progress. - -

-Every United States patent is widely d1str1buted in prmted form on the day it
is granted.:- 'While ho one can make, use, or gell the patented invention without
the consent of the patenteée while the patent ig in force, everyone in the world
has the right, from the day the patent is granted, t0 use in every other way all
the 1nformat10n contained in the patent, without the consent of the patentee.
Thus every patent promofes our understanding of science and the useful “arts.
The inventor's Secrets are revealed in his patent, and other inventors are free to
combine this information with all the other availabie information on the subject,
and hence ean proceed the very day the patent issues to improve the patexted
invention, or to make it obsolete by something different and better.
+“As media for the dissemination of useful information, patents have’ proved
superior to other publications. One reason is-that patentees bring their patents
to the attention of the indwmstries involved, in their efforts to t:cimmercialize
them. But probablya more important reason is the classification system which
has been perfected by our Patent Office. Mo be useful, informaticn must be
edsy to find. The purpose of the Patent Office clasmﬁcatmn system is to make
it relatively easy to locate all patents bearing upon a particular subject. Under

- pregent practice, ever patent confains a list of citations to the published refer-
ences which the patent examiner considered most ge1 mane to the sub]ect matter
of the invention.

In recent years, the Patent Office cIass;ﬁcatlon gystem has’ become madequate
to' the task at hand, due to the ihcreasing complexity of inventions and ihe
vastly increased number of references relevant to each invention. I beliéve
that it i essential to the successful operation of dur patent system that all
information bearing upoill a particular teehnologlcal problem shall He available
duickly, cheaply, and reliably. 1 recommend that a thorough investigation be

~ made to discover and appralse new 'techmques for completely classifying all the
valuable information in every patent and every geientific and ‘ernginesring ‘pub-
lication, and for processihg this Information in such manner as to make it
possible to quickly obtain'all the knewn knowledge available upon each specifie
new item under investigation. ~Automatic machines will probably hive to be
invented to sort and seleet patent 1nf01mat10n it searchmg is to keep abreast
of inventing and patentmg L .

2. . Plant patents do not. msure that Me 'pa,temted pkmts mlz be wvmmbze '

-+ A sutility -patent or 4 design' patent teaches every person skilled in the art
how to make and use the Invention shown'therdin, ' The teachmz in'the patent
is the sole consideration which the inventor pays for the legal'protection accorded
him'by the: patent. - The public receivés no such cons1deratwn from a plant
patent.  From'the’ information given in g’ plant patent, it is’ impossible for
anyone,: no matter how expert, to indeépendently create thé patented plant.
Whilé -a plant patent naimes the pregenitors of the patented plant and states
the manner in which it was obtained, repetition of the identical piocedure upon
the same pregenitor plants never produces the patented plant, because of the
kaleidoseopic variability-of ‘Hving things:* Replicas of the patented plant can
be obtamed only by asexual reproductmn of the orlgmal plant ‘In’ other words,
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In the case of “thel d1v1dua1 inventor of §Hhall busmess it 1s often & matter
,of life or'death for a newborn enterprise to’ have a valid' ‘patent to shield it
#nd encourage capital; 80 that the new prodict may be developed ‘for marketmg
in sound competition with large industries.

Years back, when patents were respected, capltal was Teady to 1nvest in
such’ new enterprises. Now ‘capital for’ ﬂnancmg importdnt new inveltiong is
rare. . Thus, instead of preventing ‘monopolies,” we are now actually helping
to create even larger industrial monopoliés 0T a Tew ‘glant’corporations, while
destroymg ‘small enterprises in their-infancéy. - We déspelately need new entex-
prises, with new or improved products, ‘to employ: all ‘pur: eversincraasing ‘man-
power and to midintain indastrial leadefship and progress’ for our Nation. - =
© What ¢can be done to Jmprove the desperate 51tuat1011 111 Whlch we now ﬁnd
oufgelves? '~
© Wirst; we' Should reahze that the Trnited: States patent system is ereated not
for the purpose of supportmg the legal profession with profitable patent Titi-
‘gation; nor to keep ouricourts’ bisy, but-to ‘crénte -industrial progress ‘anid
benefit all the people of our Nation., Therefore we must find ways ‘and means
to litigate legitimnate patent controversiss economically so that a patent once
again becomes an asset instead of a curse to the inventor.

A far-reaching step would be" to Temove some of the notorious “legal genii™
presently making fools out.of.our-courts. They are a disgrace to the legal pro-
fession, our coults, and our Government who tolerate the actions of such
“individuals;: .

We must change 0111 pateut laws so that unscrupulous 1nd1V1duals or ﬁtms
are not ‘encouraged and rlchly lewarded for thexr eﬁm ts.to destroy the mventors
property -by-litigation,. ;

We miust:instruct.our- courts that a Government doeument such as a patent
ig not to be rejected or invalidated unless fraud has been committed in obtaining
it or.-other grave errors have :been made in;:issuing ‘the :patent.. A patent
should mean exactly what it says'and be regarded as .a deed to-property owned
‘by.the inventor. .Ag sueh, it is -enfitled to protection.from theft just:as much.
as.if it were an automobile, a. Government bond; or money. A willful infringer-
is no better-than a thief and: should be conmdered ag-a criminal. : The court
should, therefore, immediately issue an injunction against the infringer, stop-
ping him from all further use .of the patented: product or process, 0. that he
is mot in a position to use the patented item to pay for litigating against the
patent. . If a.thief steals an automobile and is caught bef_ore he hag been able
to dispose of it, he is not permitted to go out and sell it in order to take care
of his legal expenses, 50 Why should 1t be ‘permitted -in- the ease of patent
mfnngement'? .

. The issuance of a patent rests upon a ﬁndmg of fact by the Government’

-own experts in the Patent Oiffice, after a palnstakmg search and examination,
and freguently -after hearing witnesses in an “interference” proceeding, that
a. product is both new and useful and. does not infringe any. previously issued
patent anywhel'e in the world.or has not been previousty deseribed in.any publica~
tion. - That finding of fact ought to be given “great weight” by our courts, in the-
same manner courts are required fto give “great. weight” to the findings of faet
of any other administrative department or agency of our Government. A patent:
once issued must be.considered valid,-at least -until -such: time as it has been.
deciared invalid by a court in the event of fraund or :gross error:in obtaining jt.

Is it right, first to encourage inventiony by:the incentive of -a presumably valid
‘Government document, and then at the same time to encourage the lower instinet:
. in man to profit riehly by unfair mterpretatmn of the laws governing the valid-
ity of that document? Similar. procedure ig not tolerated by our courts in. pr1vate
life. Why, then, is it tolerated only when the vahdrty ofa Umted States petent 1&
in question?t :.. - -

.In all fairness to the Inventors 0. one should be rewarded Wlth the rlght to
use a patented invention merely- because he .challenges the validity of the inven--
tion and:produces evidence thai the invention is.not absolutely new. . Such a test.
creates.dishonesty in litigation, bhecause such. testimony is for sale any :day for a.
price,  Hven if true, but where the invention is mot of public knowledge, that is:
published or generally known, such a use..did.not enrich-the ‘art .and no one-
should be rewarded for ﬁndmg sueh prior.art Whmh did not contrlbute to indus--
‘trial progress of.all of our. people PR
. A person or business using. such an mventlon Wthh had not been abandoned_
Jprior to the application for a patent ghould not be entitled. to other ‘considera-
tion than a nonassignable. license to continue. to use only that.which he cam
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STATEMENf'&*'G’dRDdﬁ -Hvﬁ_ébnm, PATENT ATTOENEY, UPJOHN Co KALAMAZOO
‘ MICH R :

One of the specn’ie matters whmh you are’ eonmdermg 1s the 1mprovement of
exammmg procedure to reduce the number of patents held invalid by the courts
with a view to'imparting more certainty to the rights granted inventors. .Along
this line, you are undoubtedly aware that the practice of -the Patent Office has
been to contmually diminish the number of claims which an applicant can obtain
in a single application. This has ‘been sccomplished mainly ‘ot the basis of
rejection of the applieation dte to undue multiplicity -of claims and for various
other -technical reasons; such as the :technical reasorns:involving the so-called
Markush groups. The resuli: of this praetme 1s that fewer and fewer claims
ofa gubgéneric scope are obtamable

“MThis would be perfectly in order, were it not for the fact that the courts fre-
quently. invalidate the broader generic claims and seldom, if ever, interpret
the claims of 4 patent in 4 manner to save its validity. - It would therefore seem
that subgenerlc {or ‘intermediate ‘breadth) claims - should -be encouraged, as
these mmight well Starid as valid claims where broader, more generie, claimg might
be thrown out by the eourts. - It is, '0f cotirse, somewhat difficult for the Patent
Office officials fo ‘see ethe merit in allowing'more claimg of intermediate scope
(which could easily be done by eliminating some of the strietly procedural
practices) in view of the already existing criticism that the Patent Office allows:
claimg which are invalid, too broad, and dlso allows too many claims already.
However, allowing more clalms of. mtermechate scope might well result in sav-
tng a patent, and for this reégson 1 believe sich a practice should ‘be fostered.

In addition to the above, I would like to pomt out that any schedule of fees,
which bases the fees on the number ‘ofclaims ‘in' ‘#n application;  would tend to
discourage the presentation of a sufficient number of claims and also ‘elaims of
intermediate scope and would have a result “opposite to that” which I have
recommended in the ‘preceding paragraph. - If. the courts’ would coobperate in
trying to save a patent, then only a few claims per patent would he satisfactory.
Under the present circumstances, where the coarts are quite prone to hold Datent
claims, especially broad claimg, invalid, there seems to be no Justification for
trylng to limit the number of claims in a patent (except on a basis'of undue
multiplicity in extreme caseg), and certainly there geemsd 0 be no excuse for
putting  into ‘effect 2 fee schedule which has “the result of . d1m1n1shing the
number of claims applied for-

.It has been, and still is; my sifigere belief that 4 substantml inerease i the
approprlatlons for the Patent Office should’ be made as ‘soon as possible. The
slight budgetary relief afforded the Patent Office for the next fiscal pertod is cer~
tainly a step in the right direction but, unfortunately, it is gtill far from adequate.
The matter of additionsl funds for the Patent Office can really oniy be handled
satisfactorily through additional approprmhons and the idea of balancing the
Patent Office budget by the process of increasing Patent Office. fees is in reality a
step backward, While I am not, partmularly concerted ‘about corporate inven-
tors, it i3 clear that an inerease in Patent Office fees would discourage many
1nd1v1dual inventors from filing patent applications, posgibly even from entering -
upon research or investigations which would lead to an invention. It is diffi-
cult enough for an individual fnventor to obtain findneial backing to earry out
his research, produce his models, do his testing, and the like.. It is ridiculous to’
suppose, as some do, that the added burden of increased Patent Office fees will
not be onerous to the inventor, especially the individual invemtor; indeed, it
may be the straw that breaks the camel’s back. Admitting that an inventor ob-
taing a monopoly for 17 years under any patent granted to’ him, it séems clear
that such limited and constitutionally provided for mionopolies are, in fact, in
the publie interést. Such limited mganopolieg stimulate invention and encour-
age the invenfors to disclose their developments in the form of a patent apphca-
tion which ig subsequently placed into the realm of rublic knowledge by issue of
the patent and which ultimately passes into the publm domain upon expiration
of the patent. For these reasons, I believe an increase in Patent Office fees
ghould not be made and that the addltmnal MONeys wh1ch are required for the
operatlon of the Patent Office should be provided hy direct’ appropriation.

Lagt year, someone pointed oitt that the appropriatiens. for the care and feed-
ing of animals in cur national parks at least equaled the appropriations for the
Patent Office.  Admitting the necessity of maintaining our animals, does not
this seem to you a ridieulous situation? Any bills which propose to inerease’
Patent Office fees are clearly not the answer to the problem in my estimation.
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In the meantime, the contractor who thought me foolish for the idea at the
start suddenly took it in hig mind that he shonld be entitled to 50 percent of the
patent.because he: iried the machine.out, -At the. same time the lawyer still
expects some ghares althongh he.did a great deal ‘of harm through mismanage-
ment, Now the money received from sales had fo be spent on legal fees for
fighting this combination-instead of being used for the advancement of manu-
facture. . This was. the. first. blow.... ..

.. Next, one of the customel's. who bought SlX machmes Wanted to obtam the
New. Fn land agency, but I found that his reputatlon was rather poor and X
refused. He then made contact with a large corporation who went, ahead and
built a competitive machine. - There was ample capital and their product ‘was
spread all over before I could get a foothold. Of course, I had engaged a pat-
ent attorney of my own meanwhile, a very reliable man. While I wag granted
gome very. forceful ¢claims in.an office action there is still one fundamental claim
I have been trying to. obtain and which basically. differs eonmderably from cited
findings. However, the examiner takes a: different viewpoint which appears
quite fallacious in view of the object to be derived from the machine. The
patent objection on this point can bé compared to Columbus’ egg or- to Tenny-
solt’s: word—“Now almost .everyone can grow flowers because. theéy have the
) seeds.” If this view were applied to other patents it would make most of them

invalid for we find very few claims in the Patent Gazette whmh are not based on
gsome preceding knowledge, :

- In regard to.infringement pr oceedmgs my patent attorney stated that nothmg
can be done until the-issue of the patent. By this time an important part of the
market ig either lost or hard and expensive to capture This was the gecond blow
after working so many hours until I was exhaysted.

When. I farmed out some work, that shop promised to sell at least 10 machmes
per week if they could eontinue making them. Their workmanship was poor
and has cost me a great deal of money to make good and retain the cugtomers’
good will, Therefore I declded fo change and was informed by one of the
partners that they would make a machine of their. own then, They said that, as
long as the first corporation could malke such a machine, they could do the same.
My. second-attorney (who died last year) wanted. to, make connections with an-
other firm: whose labor lawyer he was as I found out-later. One of the owners of
thig firm remarked to me that he wag very friendly with the other concern and, in
fact, started them in business and therefore would also take on his copy of my
machine. Agreements had. already:been drawn up but not signed and on the
strength-of this statement I refused to do.so and they went ahead and made the
other machine. My patent attorney informed me of their infringement but also
mentioned that I must wait for the final letters patent first, However, 1 would
have .a breach of trust case against them also. Nevertheless, such proceedings
are extremely expensive.and beyond the ability of the small inventor. Inasmuch
as- the market has proven my machine far superior to the compet_ltor_s I was
advised to use the available capital to promote it instead of suing. .The Iabor
lawyer accepted my fees but worked closely for the benefit of the above firm.
This was.another flogging. - What. is the inventor to do in.such a case? Tnless
by luck he will receive some backing anyone with money can come and take
what he worked 80 much for. I hardly would eall this patent protection. Where
is the poor man’s justice if he wants to provide for his age? Tt surely does not
stimulate incentive and while I have other useful: things I have no mtentwns of
having others reap the benefit and be left ouf-in the eold. - Tven if the machine
were sold outright to eseape further. trouble, the Government would require more
than the cost because one's own labor is not deductible from taxes and there
would be not encugh left to start another:venture,

- In my case. I met an acquaintance who-owns a large textlle m111 After learn-
mg the situation he made arrangements to; back me to clear the first legal hurdle
80 that I could at least continue without:interference. . -

- At last, through my.son’s intervention, we have been able tO‘ make arranO’e-
ments with an old and reliable firm who is able .and willing to undelt_ake the
succesg of this venture. Notfwithstanding, it will be some time before all the
legal and related:expenses are cleared up, o matter which could have heen all
avoided if our patent situation were built.up to give the inventor the protection
he needs.  Most of ug cannot bear the expenses to obtain justice and since. ourn
work requires deep. concentration along our line. very. few have the capacity by
nature to study business methods Most of the work is done in spare time and
little leff for other work. : Sy Togdo et Do e
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received. such notification.. While such.a change in the law .will not. completely
protect the inventor; it will _probably rénder sufficient protection to. induce most
patent applicants to make their inventions pubhe Tor & number of reasons it is,
of course, entirely possible that the Patent' Office may refuse to grant 3 patent
to- the applicant upon his allegéd inverition, Under. such cirepmgtances. the
manufacturer and marketer of the product disclosed in the appllcatlon ig-mot
answerahlé to the applicant for'any damages whatsoever. It gées without saying,
therefore, that whoever produces and markets the subject of a pending patent
application assumes the risk of being liable for any damages incurred by the
assignee of the patent if and when thé patent is actually issued. Because of the
rigk involved a smaller proportion of parties will contemplatée the manyfacture of
products under such conditions. This will préve to be advantageous to the public

“because it will enjoy the benefits of inventions at an earlier date through the

action of inventors who will be induced by the reviged law to dlscloee thelr inven-
tions before the corresponding patents are: actunlly igsued; : =

The practice of the courts in rendering decisions upon the vahdlty of patents
has been such as to generally favor:the infringer; : Their defnition of what con-
stitutes an invention has resulted in the invalidation of a large number of patents
to the advantage of the infringer. At tinies thé courts have ruted that in order
for'a product or proceéss to be termed an invention it must be the resulf of a
flash of genius. ' If ‘i apparent ‘that difficulty is immediately eucountered’in
fiirther defining what constitutes a flash of genins, Judging from such actions
on'the part of the courts it appears that they may have lost sight of the purpose
for - which’ the issuance of paténts wag or1g1na11y intended. Tt has worked to
‘diseourage the patent holder from bringing to ‘trial a suit agamst an’infringer
because of the general attitude that the small probability of recovering damages
from ‘the infringer through court procedure’ does not justify the expenditure of
the usual legal costs involved in the prosecution of &uch a'case, ‘Agide from the
fact that this encourages the number of infringers, it has also the effect of in-
ducing ‘invenitors to retain their processes seeret. Thig is detrimental to the
technological’ advancement of the Nation and causges the issuance of patents to
lose it significance.  Today, when new methods and products are essential not
only. for our living standards but alse for maintaining adequate defenge weapons,
it is of the utmost Importance to encourage thé inventor. . With this viéw in mind,
it is suggested that the prietice of the eourts be changed to ore which reécognizes
that a patent is a contract between the inventor and the United States wherein
‘the inventor agrees to make public the natire 'of Hig invention in return for the
sole right to manufacture and market it for the stipulated period. It should be
the practice of the courts to uphold such contraets rather than to destroy them
for this will be i in favor of the pubhe welfare and restore to patents the mtended
meamng . . . .

STA’I‘EMENT oF, ROBERT _,"_GREE INVE\ITOR DAYTON

1 feel that Lama: very small mventor however, I have ‘had«a’ number of 1deas
durmg the past 20'years which, beeause of The'trouble, experige, 4nd undertainty
connected ‘with gettmg a-‘valid patent, have- caused ‘me not-to spend the time to
devélop these ideas.’: Séveral of the ideas have ‘sincé been patented by -otheérs, o6né
of 'which' was the awmng—type wmdow nowr so popular Wlth bmlders and home-
owners e

- Benator: O’Mahoney, there 1s another angle to th1s patent busmess that I wish
'_T,'ou ‘would gwe ‘somie-thought to;, and that i this; when the Government issues
a patent, it is presumed’to-be a-valld patent, so Why can’t the Government drrange
to defend this patent: mstead of putting the whole burden on' the sméll-inventor
“Wwho' can’t afford to defend, "Chances are-that 1f he gets a patent o‘n somethmg
good thebig eoncerns will take it away “from him.
fthe Government would’ step’ inand defend ‘ita: issuance of & patent on beh4alf
of ‘the pateritee, ‘then: I believe you ‘would!have g ﬁood of: new appllcatlons ‘for
‘patents ‘on new ideas. . This, of eourse; would boost the manufacturing econOmy
of thig country quite a lot, prowded the’ Government: guaranteed the patent

If thls 1dea has merlt I hope you can ﬁnd ways to ugedt. o




