
AN INTRODUCTION TO USET

WHAT IS USET?

University Science, Engineering & Technology, Inc.
(USET) is a service company engaged in promoting the develop
ment of patented and patentable new inventions and the
commercial exploitation of these through licensing programs.
In its role as the patent. service and licensing agent for the
inventor or owner of new technologies, USET arranges, on
their behalf, for commercial organizations to undertake
research and development, manufacturing, and marketing of
such new technologies. USET's services include assistance in
locating and identification of new inventions through on-site
liaison with inventors by its patent staff, the evaluation of
the economic and technical merit of the new inventions,
arranging for the filing and prosecution of patents covering
such inventions Where appropriate, and licensing and adminis
t<~ring the patents. USET' s principal sources of technology
are research universities and government laboratories, both
foreign and domestic.

USET'S BACKGROUND

USET was formed through the acquisition of University
Technology Company (UTC) and the technology transfer assets
of University Patents, Inc. (UPI). These two organizations
represented twelve universities and two government labora
tories at the time of acquisition. In all but a few ex
ceptions, USET has the right of first refusal with respect to

i any of the technology generated by its client's research
\ .ac t Lvf, ty. The combined annual budget for research of USET' s

clients exceeds $800,000,000.

Through UTC and UPI, USET has acquired a royalty
est in several substantial technologies currently
development by corporate licensees, both in the United
and abroad.

inter
under

States

since JUly, 1988, USET's headquarters have been located
in Westport, Connecticut, with a Washington, D.C. liaison
office. In addition, Technology Information Center (TIC), a
development stage subsidiary company, is located in Houston,
Texas. TIC is developing a technology transfer data base.

:pROFESSIONAL STAFF

USET's staff includes professionals in many aspects of
science and engineering, including electrical engineering,
niaterials science, immunology, genetic engineering, nuclear
Emgineering, chemistry and life sciences. In addition,
several of its staff are attorneys with experience in both
contract and patent law. USET's professional staff of 10
people is augmented by f01.lr fUll-time, on-campus representa
tives at major universities.
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CLIENT LIST

University of Colorado
University of Illinois
New York University
University of Pennsylvania
Princeton University
University of Rhode Island
Medical College of Pennsylvania
New Jersey Institute of Technology
British Technology Group
Institut National de la Recherche Agronomique
University of Maryland
Kansas State University
University of Iowa
Georgia Institute of Technology
University of Connecticut
Smithsonian Institute
GKSS-Forschungszentrum Geesthacht GMBH



/

/ 14 DEC 198!

H(morable Richard E. Lyng
S~!cretary of Agriculture
Wclshington, D. C. 20250

DElar Dick:

ri~
\ ...... .-1

THE SECRETARY OF COMMERCE
Waahington, D.C. 20230

On, March 18, 1987 ,this Department pUblished in the Federal
~gister regulations which set out the patent clauses to be
used in funding agreements with small business firms and
nonprofit organizations, 37 CFR Part 401 (enclosed). The
authority for these regulations is contained in Title 35,
Section 206 of the United states Code (enclosed) •

.The patentcIausescontained in these regulations allow small
business firms and nonprofit organizations to take title to any
in'l7entions arising under a funding agreement. These clauses
ease technology transfer as set out in Executive Order 12591.

Subsection401.1(e) of the regUlations states that they shall
talce precedence over any other inconsistent regUlations dealing
with ownership of inventions made by small business and
nonprofit organizations. Thus, where patent clause.s set out . in
thl~ Federal AcqUisition Regulation (FAR) are inconsistent with
thl! '37 CFR part 401 patent clauses for small business firms and
nonprofit organizations, the latter clauses must be used.

Acclordingly,. your agency should use the patent .' clauses for
smalll business firms and nonprofit organizations as set out: in
37 CFR Part 401. These clauses take precedence over the
inconsistent clauses. in the FAR.

Sincerely,

nJ
sec,retary of Commerc'e

Enclosures



MEETING: UTC/USET/Technology Liaison Officers

TIME: 3:00 p.m.

DATE: Sunday, February 28, 1988

PLACE: Mr. Norm Latker's suite at Hyatt Islandia Hotel

PRIOR TO: SUPA Conference

AGEl'U)A ITEMS

Introduction:

1) Introduction of Individuals
2) Introduction of USET and USET Goals/programs

Lines of Communication
3) Discussion of UTC Process

a) Review steps of process from predisclosure to post
licensing.

4) Concept/Implementation of USET Electronic Data base

Marketing Process: Everyone

5) Forms/Tools Used/Needed
- "FOrm" letters
- UTe TLO Office Management Software
- UTC Company Database"
- Disclosure Forms
- Evaluation Form
- USET Database Input Form

6) Evaluation of Invention Disclosures
- Prior to Input to USET Database
- During Marketing

7) Activities Undertaken
- by TLO - disclosure/licensing
- by LE - disclosure/licensing

8) patenting ~ Timing and Costs
9) Termination of Marketing and Informing TLO and Inventor
10) Expansion bf USET

- Services to University
- Regionalization of Activities

11) Use of External Assistance
- Lawyers/Legal Advice
- Consultants

12) Other Items

FollOw-up/Action Items



UTC DISCLOSURE PROCESS

I. PRE-DISCLOSURE

* TALKS AT DEPARTMENT MEETINGS

* CONGRATULATIONS LETTERS TO PI'S OF GRANT AWARDS

* ONE-ON-ONE WITH "PROMISING" INVENTOR FACULTY

II. DISCLOSURE PREPARATIONS

* REVIEW INVENTION IN PERSON WITH INVENTOR

* PREVENT DISCLOSURE IF NOT COMPLETE

* EXPLAIN DISCLOSURE AND MARKETING PROCESS

* HELP FACULTY COMPLETE DISCLOSURE FORM

III. DISCLOSURE RECEIPT

* DRAFT EXECUTIVE SUMMARY

* ASSIGN KEYWORDS (WITH INVENTOR)

* FORWARD TO UTC

* DISCUSS STRATEGY (MARKETING/PATENT OPINION) WITH

LICENSING EXECUTIVE ASSIGNED BY UTC

JV. FOLLOW-UP ACTIONS

* PREPARE TECHNICAL PACKAGE

* FILE GOVERNMENT REPORTS AS APPLICABLE

* RESPOND TO TECHNICAL INQUIRIES FROM UTC

* ARRANGE CORPORATE VISITS AS NECESSARY

* ASSIST IN PREPARATION OF DEVELOPMENT PROPOSALS

* MONITOR PROGRESS OF DEVELOPMENT CONTRACTS

* CHECK INVENTOR TO DEFINE ANY PUBLICATION DATES



UTC MARKETING PROCESS

I. RECEIPT OF DISCLOSURE

* IN-HOUSE SCREENING FOR:

* COMPLETENESS AND REDUCTION TO PRACTICE

* MARKETING STRATEGIES AND FIELDS OF USE

* ASSIGNMENT TO A LICENSING EXECUTIVE

II. MARKETING SEQUENCE

* SCREEN DATABASE WITH KEYWORDS FOR CONTACTS

* MARKET SEARCH FOR ADDITIONAL COMPANIES (S&P, ETC.)

* CONTACT BY TELEPHONE TO DESCRIBE INVENTION

* SEND EXECUTIVE SUMMARY AND CDA

* FOLLOW-UP FOR INTEREST

* SEND TECHNICAL PACKAGE ON RECEIPT OF CDA

* FOLLOW-UP FOR INTEREST

* ARRANGE TECHNICAL/LICENSING MEETING AT UNIVERSITY

* SEND OUTLINE OF OPTION AGREEMENT PRIOR TO MEETING

* SEND DRAFT AGREEMENT

* FINALIZE AND COLLECT OPTION FEE AND RESEARCH FEE

III. POST OPTION SEOUENCE

* MONITOR (WITH TLO) PROGRESS OF DEVELOPMENT

* INITIATE PATENT PROCESS*

* FINALIZE LICENSE AGR£EMENT PRIOR TO END OF OPTION

IV. POST LICENSE ACTIONS

*' MONITOR PERFORMANCE AND ROYALTY PAYMENTS

* THIS STEP COULD COME AT ANY TIME, DEPENDING UPON CIRCUMSTANCES
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14 DEC 1987 .

HcmoI:"able Richuc:i E• Lyng
SEiCI:"etary of AgI:"icultuI:"e
WUhington, D. C. 20250

Dear Dick:

/3":\
\~)

THE SECRETAAVOF COMMEACE
Washington. D.C. 20230

On MaI:"ch 18, 1987, this Department pUblished in the Federal
B§gisterI:"egulations which set out the patent clauses to be
used in funding agreements with small business firms and
nonprofd t organizations, 37 CPR Part 401 (enclosed). The
authoI:"ity for these regUlations is contained in Title 35,
Section 206 of the United States Code (enclosed). .

The patent clauses contained in these regUlations allow small
business firms and nonprofit organizations to take title to any
in'ventions aI:"ising under a funding ag reemenc , These clauses
ease technology tI:"ansfer as set out in Executive OI:"der 12591.

Subsection401.1(e) of the regulations states that they shall
talee precedence ove r any oehe r inconsistent I:"egulations dealing
wH.h ownenhip of inventions made by small busineSS anc:i
nonprofit organizations. Thus, where patent clauses set out in
thtt Federal Acquisition RegUlation (FAR) are inconsistent with
thE! "37 c::FRPart 40;1. .p..tent clauses fOI:" small business firms and
nonprofit organizations, the latter clauses must be used.

Acc:ordingly, your agency should use. the patent clauses for
smaLll business firms and nonprofit organizations as set out in
37 CPR Part 401. These clauses take precedence over the
incionsistent clauses in the FAR.

Sincerely,

1">/
Secretary of Commerc'e

Enclosures



fUlNl'VERSrnt TECHNOLOGY CORPORATION
South Square Corporate Centre Suite 210

3710 University Drive Durham, North Carolina 27707
(919) 493-0101

January 28, 1988

MEM:>RANnJM

'[():

Fro1:

RE:

Dr. Lowell Hal:mison

carl B. wootten

me Marketing Proc.e:fures

As VIe discussed by telephone on the 24th, this is =itten to give you some of the
details on hON the marketing operation is done at UTe. In general, the sequence
would go as fol.Lcws:

1. TIle TID and the campus would prepare documentation of the invention, includ
ing an Executive SUrrim3.ry and a Technical Package which we would use to get
the initial interest of the targeted industry.

2. TIle documentation is sent to UTC where a Licensing Executive IOC>St familiar
with the technical area involved is assigned to the case.

3. TIle key words assigned to the invention at the university are reviewed by
the Licensin::J Executive, and are then matched against the potential corpo
rate clients. As an example, I'm enclosing one page of an invention from
Maryland showinq hON they mne up on the ccnputer,

4. TIle next step is to call the contacts listed at the target =rpanies to con
firm that the key word that they gave us was a match with the technology and
to discuss, in nonconfidential tenns, the concept and basis of the inven
tion.

5. Assuming continued interest, an Executive sumrary and two Confidential Dis
.closure Agreements are sent to the =rpany for their review. Once the Con
fidential Agreement is signed, a Technical Package containing all of the
details of the invention is then forwarded to the company,

6. Assuming review of the Technical Package is positive, a rreeting is set up at
the unversity with both the technical and business people from the company
to discuss and detail the further technical work required and the basis of
the Option Agreement.
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7. An Option Agreement is drafted ard fo:rwaIded to them, negotiatro, ard the
work is =mnence:i.

It usually takes 3-12 months to =uplete the necessary work at the university
laboratory to prove that the lab mcx:lel can be expande:1 to the prototype stage, at
which time the License Agreetrent is neqot.iated and the rornpany takes over for devel
opment and =ranercialization.

I'm sure that with our expande:1 data base we will want to modify this precedure,
but that gives you a feel for haN it is done presently.

s:incerely,

;;d
carl B. Wootten
President

CEW/ce
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01/26/1988
071

Umversity TeclmolCXJY Corporation
illrtm, N. C. (USA)

CfJIiI
7

Ii
,IL

1 ,II'I
02--86-019. . Assigned CfJIiI SelectCOrrpanies Select COrrpanies
D3ter. Of Mi=bial sens, 'Ib Antibiotics Use Aill'-F10 to Pr=ess

3 III 9 7 X 3841303 DIAGNOSTIC TEST KITS & REAGENTS
4 8 X3841333 ClJUIURE-BI\SED TESTS' 4
II 9 X 38413331 ANTIB1Ol'IC SENSITIVITY TESTS
5 18 1 X Qmlbridge BioScience corporation
II No. 2 X 150100 Incorporated
6COrops 3 X __ Pall Bio SUpport ..
IIFound 4 X _ Behring Diagnostics Behrens, Fritz
7 5 X Connaught lBboratories C=krane, Dr. W.
II 6 X - seward laboratory Crawford, Grahaln L.
8 7 X Difco laboratories !Jerm:Jdy, Dr. w. C1lris
II 8 X _ Pehring Institut Dr. Zwisier
9 9 X cambridge Research Lab. Kamentsky, Loui.a A. 9
II 10 X Diagnon Corporation Larrlon, Dr. John II
10 11 X Clirrical science Inc. Lehnus, Ga:l:y 0
l' - . 'I



1212/24/1988 11:39 GiUORUM INTERNATIONAL INC. 187851213121 P;G1

UNIVERSITY 76CHNOt.eSrCOItPOtfATION
South Square CorporateCentre Suite 210

3710 University Drive Durham, North Carolina 27707
(919) 493-0101

FACSIMILE TRA~SMIS8ION

from

tlNIVERSJ:'lY TEQlNOIOO'i COROORATICN
3710 Univarsity Drive, SUite 210

D.tr.tlam, North carolina 27701

O/\,TE:

Ttl:

,- FilX NO:

HlCM:

FAX NO:

M'lti:

RE':

Dear Nonn,:

February 24, 1988

Mr. Nonran Iatl<er

USA (301) 718"0212

JOhn A. .F'l:'aset

USA (919) 490-1414.

Mr; Norman Iatker

San Diego Meeting

!;;..f'C( .rt"q I bCt? -,

14,? f/'Iy, ~ j,fJ.J p,(k.v,fj
f;; yoJ tlt!to

It0 /(~ I.jI(«,

1d efov-pBf 2/lJf
(

Foll<;Mirq is a Maroranium
Draft Aljenda. Please give ma,a

Sit1CQJ:'Elly"

Joh!\ A.Fl:"aSt3r,
Executive VicePresid~t

JAr:pv

has been faxa:l teall the, TLO's along wIth the
if Yo.! have any questions or~.

PLFA.<:;F. NcrrTF'YMR..lilOHI1lJ'INJ.A'l't<ER IMME))OOELI! L1ftlN 'l'RANOORf::TON

'lR1INSMITl'rN(; HE'ADER PllJS 2 PJl.GFS



02/24/1988 11 : 40 QUORUM 1NTERNATICINFIL 1NC. 1(;)70'5030 P.03

UJlWS.rrv TltCNIIJ6toSY cOjpr:;jltA71tJJII
South Square Corporate Centre Sutte 21 ()

3710 University Drive Durham, North Carolina 27707
(919) 493·0101 '

Febt\lEl!Y 24, 1968

~

'ttl:

." :F.~t

FE:

Dr. C1Jarles G6c<:1Win
oe, ~Kyle
Mr. Wayne swann
Mrs. Julie Watson

JobnA.~

San Dierp Meetit-q

It iswrPl~ to inViti;l yoo. to the ~irx;oot1inedon the.'attad:leci .she¢'..
Please note the dw'qein t.ima t.o 3:00 p.m, You will need to in;tuira at the recap

'tion atea shortly before 3:00 to locate Mr. tatket"ssuite.

Weare t.a.!<;i.rq advant~of'~lp''''f.t-.p.rrlih;l ~Jl'I", f.Clt;set '!:£qeth:er to diSC\.lSS a
l~ of itGn's as well as hcivl.rxjpeople swap ellperiet-ces.

Mr•.~ ta:tkerwj.llatterrl on l»l1alf of U'>Er, together with 1m:: perSonnel.

I lool<. foIWclrdto lfiaGtirq with all of you in San Diego.

'-rY

'

c:~L_
, EXecutive ViooPresident

JAF:'f1'/

Erclosure

TOTALP.03



02/24/1988 11:39 QUORUM INTERNATIONAL INC.

OOAFT~

MeeUlq: tm:l/USEI';'J.'et:hrI01.ogy LiaisCll'l otfic:ers

110705030 P.02

Tim~:

[Bt4~:

PlaCe:

3:00 p.m.

surday I February 28 I 1988

Mr. Nom ~'s SUite at ll}'att Is1.aroia HotaI.

Prior To: StlPACOnferel'x:e

l\GENJ:l,\ l'l'E%>lS
,~ion:

1) Intrexiuction of Individl.lals
2) Intr~l1ction of USEr and USEI' GoalS/Prcqrams

- Lines ofQ:llM.lriication
.J) 1J1SC'-!SS1onorvJ.1.: C'l"ClCeSS

a) •Review steps of prooess fran p):'ediscl.oaure to poSt licensirY.;J.
4) conc:ept/Tnplanentation of USEI' Electronic IBta base

i'Market-irs.~:

5) ForIrIS/l'OOlsU~
- "Form" lett./al:'$
- urcTIOoffic:e~t sCJt'tWare
-UTC·~~~

- DiSClosure ForrrS
- Evaluation .~0J.'lI\

- USEI' Ill.tat-aeie. Il"IpJt FoD\'l
6) E.Val¥a.tiono:fI11VeI'\t.ion Disclosures

-p!:'ior .~. ~to t.lSFJI' tatabase
- DlJrirqMar~

7) Actiyities tJrrlert:aken
- lOY TLO - .. disclosurejliCimSJ.ng
- by r.E. -disclosure/licensi.rI:J

8) Mel~tirq -.TimirqandCostS
9) Termination Of t>larketirqand Il')forming TLO an:i Inventor
10) 1Jse.of Ext.ernal Assistance

- Lawyers/lsl;1alJldvice
- consultarrt';$

11) .Ot:hBr Items

Eollc:M=Uli)/ligtfon Items
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Struoture for,d'a'lib'ase: C:\DBASEmlVENTS.D'BF , ktl.<1. : 'il'lT/VUM,IlJi
'ifut'tle'rof 'd,.'f.r'e'e'ord's': 3
'D'.'feo,Fa's'f Wd'.'te : ,siZ6/81

1:·a.k~J.. ,
~~
~.J".o

Srffw~, '
, t. ,•. ,. fJ 'ct\:aqpi

"

He'rd 'Heldliit'e'
I ~ATliUH

2 TITlE
3rNVEtln
4 ltlV£NT2
S lliVENT3
b INVENT4
7 ETALII
a ri~PLNlI"
9 APPLD'ATE

ts C"PLDATE
n ATTVS
12 ASSIGNEE
,3KEYWDI
14 KEVWD2
15 KEYND3
10 KEVWD4
17 KEVWD5
1a STAGE
,9 NDTES
2S INYTCLASS
21 lNTLCLASS
22 USCLASS
23 SRCHFLD
24 CONTACT
25 TERHS
20 SUHHARV
27 OPINIONl
taoPINIoli2

A Tohl n

TYp'e, "Wl'dth o'e'c

~~:;:~~: ' l~:: ~~ fift:ttl; ..~~~# ••;pv ~it'1,

':~::~t,: e~~~': It's rr hitSON,',1.1>13,'F
'Nuterie I' f " , ", " ,'"
C,h,.r,ae"ter," 04, (, 1tM>l.U. oj.~,<!'~,',', #14.., 4 wdd.
~~:~:~~~ I::., ~t ~~~ifr
Chara~te: a,", ' , da.te.f:JiM-t~~
Charaete,r a." ~t~"
Character M 0( dta.{.wt.t CUt ,

~~~ i}-'7~4~~::/ffi4f
Character 8."'''''----S~;.e. ,u-t~
Heto 18 .. Wtifk, ~'t.....------..........;.;...;.;..-:.......-------.......:.------
Character oS E /uhttl.L~ ~;7'-'--...;.;.---'------4
Character b. ( ~.' clMI,j..~ a,
Charaeterb' < ,~ ., 1
Character b. ( ~f ,LUAM.WM,'i ~"" "
Charaeterb' E ~ to ,U1t.UH:.t IU.: d.J.ti..&.. I,
Character 22. ( 'd.JA..t tbrUu d.
Character t3. ( i.M-~~ 1-£,~~
Chara,eter 24f c; ~:r~ .' Mllto.,f 1#;/vW,.f1,u,,,."1'."if' ,,'
Character ,2,4' Eo s~ rr .M'ill, ~ J[i.4:I.~

1955~" cd« ? '
:kit. ().ot new..w.u..
H.~.wil(

;iu...df:'

I
<.....:~---MF:TlhiDs

HA1'U'iE9
CCM"dNUJ~
oHM 11 ON

A-G5TR.+O-T
i<.E.FE~EN(.£S

BA:Cl(GWI<'N'/) A-4'
CL.A1M S I .L'/c.


