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| " SUMMARY: This Circular, issued -

e pursuant to the autliority containedin o

- Pub.L 06-517, sets forth policies,

. . procedures and a standard clause for © .

. I ‘executive branch agency use with

g business firms and non-profit c
- prganizations and universities under

regard to inventions made by small

- funding agreements {contracis, grants
"o and cuoperabve agreements) with

Federal agencies where a purpose ie to“

.. perform experimental, developmental
- """ and research work. This supersedeu
.~ OMB Bulletin No. 81-22 and reflects -

~. public comments received on OMB

. Bulletin No. n-zz{mmum}Myz -
- 1981). ;
.. EFFECTIVE DATE: March 1, 1082. .
7 FOR FURTHER INFORMATION CONTACT: . -

" "Mr. Fred H. Dietrich, Associate

- Administrator, Office of Federal

- Procurement Policy, 726 Jackson Place, -
_ Z_NW Washington, D.C. 20503, (202) 395~ -

' ; num.m:u-rm m'non: 'I'hls
" Circular is a revision of OMB Bulletin
. No. 81~-22 which was issued on July 1,

. 1881, accompanied by a request for

- .the comments are discussed below. = -

Explanations are also given as to why o

- certain comments were not udopted B

; -‘-:l.CommlsRehﬁngtnPochmd
A Suboontructa '
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e i T4l L comments from the pubhc and Federa] 5 B Lumtauan to Fundr Agmements
- OFFICE OF HANAGEMENT AND CoELe " agencies. Approximately 138 comments e .perfomedm the Umteng States
: were received from mdunduals.

- universities, aniz ;.'
ities, nonprofit org ahons, -7 " comments questioning the limitation of .

_- the Bulletin to funding agreements... . ..~ -
. .performed‘in the United States.The ~ "= =
- Circular has been revised to eliminate "

.compllation of summaries of the ..~ . “any distinctions based:on where the -

- -comments organized by Bulietin section - -
" . along with a rationale for their e
... disposition can be obtained by writing -
-to: Fred Dietrich, address as above.
.. The Bulletin has been reformated for -
- easier readmg and simplified reference -
- to its provisions. For example, the . - -
- standard clause has beén moved from

Copies of all the comments are o

the body of the Circular to Attachment

~..+ 4 Instructions and policies on the use of "
. the standard clause have been
- - consolidated in Part 7. Instructions for - .
- ... nodification or tailonng of the clause .
" have been consolidated in Part 8. Other
- ....general policies relating to the clause or -
.+ the Act have been treated in separate -
" parts. Some of the more significant -

changes that were made as a result of -

_ A number of comments indicsted that

:mre clarification on the application of -
the Circular to subGantracts was

needed. Revisions were made in Part 5

 andPart7c to address this concern.

- funding agreement is performed. s
- However, the definition of * nonproﬁt .

. organization™ at 35 U.S.C. 201 has been
““interpreted to cover only domestic . -
.- nonprofit organizations. The definition "~
" of “small business” in SBA regulations .
...~ which are referenced in the Act:- . .=

- excludes foreign business. A'strong =~ .

- argument can be made that the Congress .. :
..did not include foreign nonprofits. For

" organization statute” clearly is limited -
“fo U.S. organizations. Similarly, that part - ..
" of the definition referencing Section 501
-+ of the Tax Code manifest an intention o
- cover U.S. based organizations, since ~ 10
- .. foreign corporations are not subjectto.. -
U8 tax gxcept if they aredoing - -
+ - business in the: United States.: =

e C. Inmuom Made Pnor toJuly 1, 1981 P

. 'suggested by commentors, to encourage ..
- agencies to treat inventions made under ...
-+~ funding agresments predating the Actin = -~ -
& manner sim:lar to inventions under thr ERRR

There were alsc a large number of

‘example; that part of the statutory
‘definition referencing organizations A
-“qualified under & State nonprofit . -

Pnrtﬁofthe(hrcularwasrewsed.as 5 S




established to define a threshold =~
- contribution of government funding to . -

. the making of a jointly funded invention
" below which the Circular msulahons :

»’:" research, the sharing of expensive’
" .. resources, and the dynamic interactions
‘_i among scientists at research institutions.
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Act, if such action is conzistent with
law.
D. Collaborative Research and “de .
minimus” Recommendations

Thevre were several commants that

some “de minimus” standard be

" should not apply. These
- recommendations were rejected as
being inconsistent with the Act which

. does not define subject invention in
.+ terms of the size of the government

- financial contribution in making the -
- invention. .
. “These comments appear to be based

‘on a concern that the Circular does not
provnde adequate guidance on the ..

- .obligations of a recipient of govemmém

. research funds when such research is
" closely related to other research :
red by an industrial concern.

Smce one of the primary purposes of

* Pub, L. 96-517 is to foster cooperative ”
“research arrangements among

-. government, universities and mdustry in

...arder to more effectively utilize the

-productive resources of the nation in the-
_-creation and commercialization of new .-
- technology, it is important to remove .-
- .any doubt as to the propriety of such

-- cooperative arrangements and the
*f_ﬁ:'oper apphcahon of the Cu'cular to.

= Traditionally there have heen no. - o

conditions imposed on research - -
. performers by the government which
:would preclude them from accepting

T[_research funding from other sources to
* i -expand, to aid in completing or to
-+’ conduct separate investigations closely
“* -related to research activities sponsored -
.. by the government. Such complex
3 funding arrangements are a necessity - -
_ . given the limited financial resources of

~individual sponsors, the unpredictable .
* nature and continual expansion of

.Notwithstanding the right of research

- orgamzatwns to accept supplemental

: funding from other sources for the

. purpose of expediting or more
wmprehemively accomplishing the -
. ‘research objectives of the government

moradm}ect.itisdearthattheﬁ.ctﬁ

- would remain applicabje to any

" invention “conceived or first actually

* reduced to practice in performance” of
ﬂ:e project. Separate accounting for the

;- two funds used to support the projectin
-/ this case is not a determining factor.
* - To the extent that 8 non-government -

- sponsor establishes a project which,

 Rhough closely related, falls outside

-+ ‘government sponsored project hlvi.ng
- research objectives to
*. understanding in feld with & closely

"“on a knowledge base built up by _
numerous independent research eﬁorts S
" extending over many years. Should lnch' i
" ap invention be claimed by the :
-performing organization to be the
" preduct of non-government spousored
", 'research and be challenged by the
".sponsoring agency as being reportable: -
“+“to the government as a “subject

. the planned and committed activities of

a governmant funded project and does

- . pot diminish or disiract from the
.. -performance of such activities,
- inventions made in performance of the
. non-government sponsored project
o would not be subject to the conditions of
" . she Act. An example of such related but :

separate projects would be a
expand acienuﬁc

related industry sponsored project

- having as its objectives the application
.- of such new knowledge to develop
.- nsable new technology. The time

relationship in conducting the two = =

“projects and the use of new ﬁmdamenfél

knowledge from one in the performance
f the other are not important e
determinants since most inventions rent

invention”, the challenge is nppealable '
as described in Part 14.c,
- An invention which is made outside of -

. " the research activities of a government
. funded project but which in its making.
- otherwise benefits from such project
- without adding to its cost, is not wewed
as a “subject invention” since it canﬁol

be shown to have been “conceived or -

" first actually reduced to practice” in-
*. performance of the project. An obvwns
 example of this is g situation where an .

instrument purchased with govemment

. “funds is later used, without interference
. with or cost to the government funded
* - project, in making an invention all
" expenses of which involve only non-
- government funds.

R E. Reports to the General Accountmg '
o _._-Oﬁ'lce :

In response to the comment of one
agency, Part 7.b.{2) was amended to
avoid the necessity of agencies that do

- “:not enter into research grants or

- contracts with nonprofit organizations

- -or-small businegses from having to make
Teports to the Comptroller General

- F. Right to Sublicense Foreign
. Governmenis

. Severa] commentators exprelned

" concern that the optional language

authorized for addition to the standard -
clause io perntit sublicensing in - :
accordance o treaties or inlemahonal

' agreements was too open-ended. In
" response to this Part 8.d. now requires - -
“that existing treaties and illtem_atig:!a!

) agreements be identified when the

" optiona! language is used. However, in -

view of the broad wording of the statute,

as may continue to use the
- optional language for “future” treaties at
.their discretion. However, specific " -
language has been added to encourage

national interest.
.One agency also expressed the.

1o sublicense, whereas some
international agreements call for more
.extensive rights. Section 8.d. has been

‘.'revised tc make clear that more than the
A right to sublicense can be taken. L
' G. Publication or Release of Invention " - .. . &
-Disclosures T

- Some agencies expressed the concern - . -
that the language in Part 5.b.{4) of the

Bulletin required agencies to delay
pubhcahon for excessive periods.

Careful review of the language of Part - B

'5.b.[4) indicated that it needed to be
. restructured to more clearly distinguish
. hetween gituations where the

publlcauon of technical reports was

* involved end situations where the
release or publication of invention
- disclosures provided as required under -

 the standard clause was involved. Part 9: o
" 'has been revised to distinguish between .- ..~
- the two. and to clarify the policies in the ;

two s:tuatmns.

T HL Repomn,g on Utilization of Sub]ect
Invenaons

. Inresponse to the comments of one- .
agency and to minimize the burden on -

- contractors, Part 10 provides that

-agencies shall not implement their rights - -

10 obtain utilization reports under the

stendard clause until a Government- -~

wide reporting format is established. :

“ This will be one of the first tasks of the yo

" Department of Commerce as lead
- agency.
Also adopted was the

_recommendation of one commentor that E
- utilization reports be afforded maximum - =

protection from disclosure as authorized

* by Pub. L. 96-517. Accordingly, language -
was revised to provide that such reports - -
*shall not” be disclosed under FOIA to =

" the extent pemtted by 35 US.C. mztc.} o

- {8).

mgbls
a5 US.C 203 reqmren that march-in °
_ Fights be exercised in accordance with -

QOFFP regulations. There were extensive '
somments on the procedures included in
lhn Bulletin lnd a number of chanses _

_agencies to drop the reference to fuh.u'e LAY
-treaties unless shown tobein the .-

" 1. Procedures ﬁ:rExemme ofMamb-m -

7857

" concern that the language in the Bulletin. |
wastoollmitedandlmphedoniylnght e




-/ -digclosed. Language has been included
.. 'ini Part 13.e. to require this. The
. information on utilization cbtzained as
-part of a march-in is consi$ 2red within

i
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N ‘have been made as a result of the o
- .-.comments.

- universities were also concerned that -
. there did not appear to be a way for an
“.-agency to reject & march-in without

- going into a full-blown procedure. To '~
address these concerns Part 13.b. was
" forfeiture cases more detailed

procedures should be followed. Part1a
‘has been revised accordingly. However, .

added to provide for an informal and

""" rapid agency decisionr making process ag -
. - to whether or not to begin a more formal

;" proceeding. Part 13.h, was also added to )
- make clear that an agency could

.- discontinue a proceeding at any time lt
is satisfied that march-in is not

" ..warranted. This emphasizes that march
- 'inis strictly a matter for agency @ = . *
- discretion. Even though an agency may .
;.. begin march-in because of the

" . complaints of a third-party, that third
- party does not have standing and cannot

" “insist on either the initiation or

" . continuation of a march-in proceeding.
A number of universities asked that

- limit on a march-in proceeding, - " -
- particularly since delays in fact-ﬁnding .
-might be the result of contractor .-
squests for delays. However, Part 13, b
“includes a procedure for informal "
-agency decision-making, as noted

. above, with specified time restraints. In"-

addition, Part 13.g. places a 90 day time -

-+ limit on the issuance of a determination
~after fact-finding is completed. :

Several universities also

- recommended that march-in
-+ determinations be appealable to. the
- lead agency. However, this
. recommendation was not adopted. It in o
7. ‘believed the procedures established will

. ensure that march-ins are only exercised

y ;. i after careful consideration. Cantractors
"' may also appeal any arbitrary decisions -
‘or those-not conducted in accordance -

- with proper procedures to the courts.
 Part 13.j. was added to clarify the
. relationship of the procedures of the
- Contract Disputes Act to the march-in
" procedures of Part 13 c.—g. to the extent

L B a determination to march-in is
- .‘considered a centract dispute.

Several universities also

. recommended that march-in proceedings

-+ .be closed to the public where
‘confidential information might be

the scope of the utilization information
.which agencies are required to obtain
* the right to under 35 U.5.C. 202{c}({5), and
the same statutory exclusion from
. disclosure is applicable to it. It can also
" be expected that the same information

- J Appeals
- As a result of & number of comments. -

- provisions of Part 5.g. of the Bulletin did-
-not address the full scope of appealable e

.. ta the lead agency were not edopted
. since a number of agencies were

- concerned that this would interfere w1th : language, Part 5b(1)(vi) of the Bulletin -

- “has been elirtinated from the final -
- - Circular. As will be discussed, below,
" . some changes have been made to

", . paragraph c. of the standard clause of .-

- would be subject to the Contract . SR
‘Attachment A of the Circular that re!ale

‘= Disputes Act, language was addedto -
. Part 14 to expressly acknowledge that
- procedures under that Act would fully s
- .comply with the requirements :
e - established in Part 14. '
.. time limits be placed on the duration of -
"' a march-in proceeding. H is not believed :

" to be practical to place an overall time ~ -

. “would be trade-secret information -~

... exempt from public disclosure. S
Several agencies felt the procedures

“were too formal and cumbersome. Somae

it was determined that the appeals

decisions and that particularly in . .
other recommendations to allow .appeai

their prerogratives.
Since it is anticipated that in contraet :
situations a number of these actions -

- One university suggested that there
was a need for additional guidance in

_cases when a subject invention.can be
_ attributed to more than one agency .~ "
~ funding agreement. To address this
... congern Part 16¢. was added to require:
. agencies to select one agencyto -
‘administer a given subject invention -
*-when thers have been multiple agenc.iee -
" providing support. It is intended that ™
" only that agency could then exercise
'march-in or take other actions under the -
clause, It would be a matter beiween the :
- agencies as to how any actions of the -
" selected agency would be ooondmated

with the others.

~ L. Lead Agency .
.. Bulletin 81-22 noted that the lead

agency concept was under discuasion
and solicited comments on this matter.

- - The Department of Commerce has been

selected as the new lead agency baged

© . on its prior experience and wide ranging
_ interest in technology transfer, ‘
‘productivity, innovation and
- Government patent policy. The lead
_agency will, among other assignments,
"- review agency implementing ‘
-regulations; disseminate and collect
.+ - information; monitor administrative or
. .compliance measures; evaluate the Pub,

L. 96-517'a implementation; and

- recommend appropriate changesto =
- OMB/OFPP,

M. Optional Clause Language at Sectzon
5b(1)(vi) of the Bulletin

The most commented upon a'spect of
the Bulletin was the optional reporting
langnage authorized by Part 5.b.(1){vi).
Approximately 70 comments were: ~

received from universities and nonprofit -

i orgamzatmns objecting to its use, The -

premises underlying the rationale for the:

- - optional language was brought in T
_question by a numberof commentors. -~ .
. .-Many others made the point that the use -

. of the clause would undermine their - RN
licensing efforts, result in nonreporting - > -
- of inventions by inventors, and would -~ -0

‘" generally be counterproductive. Bysay . .-

of contrast no agency provided any

- rationale for the need for these .
. pl'OVlBIOIIS

In view of the comments and lack of

- any established need for the optional -

to the issues raised by the opuonal

- language. R
o A 1I. Comments on Standard Patent Rtghls B
K. Multiple Sources of Agency Support Clanse . \ S
A. Paragraph b.—License to State and 3;' PR
. Local Governments '

- One agency suggested that the nght to'- R
- license state and local governments be .- - “. .o
“made part of the standard rights of the. .
~Government, This, however, has not -
‘been done since the granting of hcenses
- to state and local governments isnot -~
.consistent with Pub, L. 96-517. That .~ "~ .
statute defines the Government's license -

rights, and any expansion of these

rights, would have to be gusuﬁed under '
. the "exceptional circumstances” - .
.- :language of 35 U.S.C, 202 on a case-by- :

- case basis. It is not anticipated thatthe = = = -
- taking of such rights would ordinarilybe -~ .~ "~

consistent with the pohcy and .
objectives of the Act since such licenses

‘have acted as a disincentive to general
B commercializatibn. Thus, while ‘
: appearing to be useful to state and local
.. governments such licenses have actually * -
- “acted to their disadvantage to the extent
*. they have precluded private
-development of inventions useful to .

state and local governments.

"B, Paragraph c—Repomng, Electran. . R
and Disclosure '

" There were number of commentson - .
. various aspects of paragraphc. As a el
~ result some changes have been made.In- ~ - .
“-general, these changes were designedto - -
- provide a reasonable accommodation to -
_the interests of several agencies in
btamm,g early knowledge of inventions - .
.*’and to minimize the posslbillty of

statutory bars being created in
situations where the agency might wish ~
to seek patents if the contractor does

. - not elect rights. Thus, the reporting -
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" period was lowered from six months to o
two months after contractor personnel

' j- - ‘become aware of the invention.
- Paragraph [c)(1) also contains revised
--language to ensure that contractors kéep

* the agency informed as to initiation of -

“< = " the one year statutory period within
. " -which a patient application must be
22" filed in order to obtain a valid patent in-
_._the United States. The period in which ..
.- an agency may require an election of .
" rights has also been increased from 45 -
. days prior to a U.S. statutory bar to 60
" days. However, the requirements that a
contractor also file 45 days prior to the
~.~." bar date has been eliminated, but -
- paragraph (c}(3) hes been revised to .-
~ require the contractor to file before the

~elect and not file within this time. It is
-~ ghould be able to discuss with a

- comments in this area were related to -

U.S. bar date in all cases. It is believed -

that it would be rare for a contractor to -~ formulas based on net royalties: In- -
--Tesponse to these comments, the word -

“any” has been dropped since it is not in

‘also expected that an interested agency B
* . the statutory language. The intent is that.

C Pamgmpbk e
There were several comments on .-

apparenﬂy unware that these

restrictions are required by Pub. L. 96— R
. §17. One commentator incorrectly .-
" ‘interpreted paragraph k. (2) as requuing

-..agency approval of exclusive licenses to -
large firms, whereas the language only .

requires approval of licenses to such

; firms which would exceed the five and

‘eight year periods in the statute. :
Probably the most significant- -

- the use of the word “any” in parasraph

. k. (3). It was pointed out that the use of -
" “the word “any” could be interpreted as’

requiring sharing of gross royalties,
whereas many universities have shanng

pursuant to the authority contained in 35

P paragraph k. Some Commentators were -~ U-8.C. 208 (Section 6 of Pub. L. 96-5 17,

- enacted. This Act gives nonprofit

'_ . refusal to title in inventions they have
" made in performance of Government -

. conflicting statutory and administrative - v e

-Progurement Policy (OFPP)is "~

204 after consultation with the Officeof = - < :

3. Autbanty This Circular is issued. -

.lnﬂ l‘BlEﬂl ﬂnu Lrauemunc
Amendments of 1980").
4. Background, After many years ol'
" public debate on'means to enhance the -
utilization of the results of Government"
funded research, Pub. E: 96-517 was

-organizations and small businesses,
mth limited exceptions, a first right of -

grants and contracts. The Acttakes = "~ .
- precedence over approximately 26 -~

policies. :
- Under the Act, the Office of Federal

resporisible for the issuance of the ™
regulations implementing 35 U.8.C. 202~

. Science and Technology Policy (QSTP). © 7
nonprofit organizations share either onia - (g July 2, 1881, OMB Bulletin 81-22 was

! ?;:;:ﬁiﬁ,gﬁi:::‘ accorc?ance with, " issued to provide interim regulations "

~ contractor its plans for filing. Ifthe -~ T~
contractor has subsequently changed its |

. mind, the agency should be ableto .. - .
either convince the contractor to rescind
. its election or to take title under

- contractor has, in effect; abandoned itg
. application. Should any real problems i in
.. this area develop in the future, L
consideration would be’ given to -
- tightening up the clause provisions to’

.cover cases when a contractor elects but

preparation for filing. -
- 'One commentor expressed the
."‘concern that the clause requires a -

contractor to file foreign patents if it "~

. . elects. nghts 1t should be clear that
*'while there is an implicit obligation to -
. " file an initial patent appllcanon when an

'~ election is made, the language is net

" intended to require the filing of foreign o
applications. Instead, it is intended to ~ ~

' establish a cut-off point so that the”
.sponsoring agency can file foreign
applications 1f the contractor decides -
not to. :

In short, the clause provisions have .

- been written to ensure that agencies are

. . able to make U.S. filings in cases when' -
- Bubject: Patents—Small Business Fitms

-+ contractors have received reports from -
* . “their inventors in time to allow this but

L2 are pot themselves interested. Where _ "

. such initial filings have been made, the

- “clanse is designed to protect the .
opportumty for the filing of foreign

- patents in cases when a bar was not.

" created prior to the initial filing. :
" However, it has been determined to be

* -unreasonable to require contractors to. -

. forfeit domestic rights because
" - publication creates an immediate bar to
valid patent protection in some forelgn
" countries.

- paragraph (d) on the grounds that the. - -

] -of Senate Report 96—480
- Pm'agmph I—Commumcau‘ons o

"“makes no progress towards the tlmely

There were also a few comments that g
| some minimum sharing formula be

established. Howaver, this suggestion
~was rejected as being inconsistent with. .
~ the legislative intent as mamfest onp. 33

A new paragraph has been added at.

“the end of the clause in which agencies
. are instructed to designate a central -

point of contact for administration of the
‘clause. This paragraph was added as a*
result of a number of comments

-suggesting this in lieu of the proviélon in:

the bulletin that contact points be
'indentified throughout the clause

- whenever notices or commu_mcahnns to ..

the agency were required.

OMB Circular No. A-124 follows
E Donald E. Sowle,
"> Administrator. .

' Cm:ular No.A-124

February 10. 1982,

" To the Heads of Executive Departments

- and Establishments.

and Nonprofit Organizations.

organizations, including universities,

*. under funding agreements with Federal
‘agencies where a purpose is to perform -

experimental, developmental, or
research work. o
2. Rescisgions. This Circular

. supersedes OMB Bulletin 81-22 eifechve

March 1, 1882, Tl

~while agency and public comments were ° S
.~ sought. Based on a review of these ~ | 73>
- comments, this Circular is issued to

- nonprofit organizations executed onor " '_

- prior to'March 1, 1982, Unless prohibited .~
“by law, agencies are encouraged to treat
- subject inventions made under funding .

" substantially the same manneras .- .. .7
. contemplated by Pub. L. 96-517 and this -~ .. .~

- . Circular for inventions made under. oo f

i+, funding agreements entered into - DTSR
- subsequent to July 1, 1981. Thiscanbe ~ -~ gt

* waivers of title on terms and conditions -
“-gubstantially similar to those set forthin .~ ;-

1. Purpose. This Circular provides -
. policies, procedures, and guidelines with
" respect to inventions made by small '
" "business firms and nonprofit -

: determmmg whether amendments’ made
-.after March 1, 1982, to funding '

" gubjects to this Circular and the Act. . T

*1,1982, of funding agreements entered -
_into prior to July 1, 1981, should be '
-normally treated as new funding

. agreements.

- establish permanent implementing
regulahons and a standard patent rights

‘be-applicable. to all fundmg agreements
with small business firins and domestic’

after that date. This includes Sk
subcontracts at any tier made after ... . ..
March 1, 1982, with small business firms " =7 01
and nonprofit organizations evenifthe .

prime funding agreement was made . .:

agreements made prior to July 1, 1981, in

accomplished through the grantingof =~ .

the standard clause of Attachment A.
-Agencies should be alert to

agreements entered into prior to July 1.
1981, result in new funding agreements

'Renewals and continuations after March - .~

“This Circular is mtended to estabilsh
umform and coordinated S




- . means any contract, grant, or
" - cooperative agreement entered into.
- between any Federal agency, other than
the Tennessee valley Authority, and any,. .

~7.. " operate in the case of a machine or - -

" invention is being utilized and that its -
" - _benefits are, to the extent permitted by -
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implementation of 35 U.S.C. 200206 sa .

as to foster the policy and objectwes set

. forth in 35 U.S.C. 200.
_ 8. Definitions. As used in this
. Circular—

a. The term * fundmgagreemeu_‘

2 " contractor for the performance of
" experimental, developmental, or -

- research work funded in whole orin -~

~ part by the Federal Government. Such
term includes any assignment,

"' . substitution of parties, or subcontract d‘ -
“wo ... any type entered into forthe ..~ .

""" performance of experimental,

- developmental, or research work under ™ -

"' a funding agreement, as herein defined, -

- b. The term “contractot” means any -

A Persun, small business firm or nonpmﬂt .
.. organization that is a party to a funding .
- agreement.

- . c. The term “invention" means any
. invention or discovery which is or may

. ..be patentable or otherwise protectable .
- under Title 35 of the United States Code.

“_ d, The term “subject invention™ means -
“any invention of a contractor concelved
.or first actually reduced to practace in -
‘the performance of work undera = -
funding agreement. .

&, The term* practmal apphcation
';means to manufacture in the case of a”
: composition or product, to practice in:
-the case of a process or method, or to

: . gystem; and, In each case, under such
- conditions as to establish that the -

- law or Government regulations,

" available to the public on reasonable i

- terms.
- { The term “made” when used in

' relation to any invention means the

.. conception or first actnal reduction to
- practice of such invention. :
"+ g The term “small business firm" '.

" " means a small business concern as '

defined at section 2 of Pub. L. 85-538 [‘15

w0 U.S.C. 832) and implementing :
.- "regulations of the Administrator of the .
.. Small Business Administration. For the
- - purpose of this Circular, the size
- standards for small business concerns -

" involved in Government procurement
.- and subconiracting at 13 CFR 121.3-8

. " and 121.3-12, respectively, will be used. -

h. The term “nonprofit organization”

" 'means universities and other institutions

" of higher educatior or an organization of

. the type described in section 501(c) (3)
"-: of the Internal Revenue Code of 1954 {28

. U.8.C. 501(c)} and exempt from taxation
- under section 501(a} of the Internal

g . Revenue Code (26 U.S.C. 501{a)} or any

nonprofit scientific or educational

. _Busmess Firm or Nonprofit
¥ Otgamzatmn] (March 1932} Clause, -
. a.Each
" a small buginess firm or domestic
~_.nonprofit organization which has as a o
- purpose the performance of o
-experimental, development or research
_ . .work shall contain the "Patent Rights

. statement of facts justifyingthe = ¢

‘determination. The statement of facts -

- will contain sach information as the

- funding Federal agency deems relevant
- and, at minimum, will {i} identify the =
_small business firm ar non;

- authorized by statute or executive ll!dﬂ‘
"' to conduct foreign intelligence or
.counterintelligence activities that the
- restriction or elimination of the right to
.~ Tetain title to any subject invention is -

:orgamzahon qualified under a state

nonprofit ul}laémzauan statute. -
7. Use of the Patent Rights {SmaII

funding agreement awarded to

" {Small Business Firm or Nonprofit

_Organization) {March 1982)" clanse set

" forth in Attachment A with such +

. modifications and tailoring as may be

. authorized in Part 8, except that the =

4+ funding agreement may contain "~
" alternative provisions—

(1) When the funding agreement is for '

the operation of a Government-owned -
- research or production facility; or - "0
" {2) In exceptional circumstances when
[ ‘it is determined by the agency that
-+ ¥ retain title to any subject invention will
better promote the policy and objectives -
*‘of Chapter 38 of Title 35 of the Umted

restriction or elimination of the right to -

States Code; or 3
(3) When it is determined by a "
Government authority which is . .- -

‘b. (1) Any dehemnnatmn under Part -

7.8.02) of this Circuler will be in writing

and accompanied by a written .

organizatiom involved, (if) describe the

- ‘extent to which agency action restricted -
.. .or eliminated the right to retain title to a-

_subject invention, (iii) state the facts

- action, {iv) provide supporting
- documentation for those facts and -
*.- rationale, and (v} indicate the nature of -

- provide any documentation in which
*those objections appear. A copy of the .
' each such determination and writien -

- States within 30 days
-the applicable funding agreement. ln
_.cases of determinations application te
- small business firms, copies will also be .
sent to the Chief Counsel for Advocacy
© . of the Small Business Administration, -

and rationale supporting the agency
any objections to the agency action and
staterment of facts will be sent to the

Comptroller Genera! of the United

. (2) To asasist the Comptroller General

“to accomplish his or her responsihilities - o .
.. require the prospective contracter to o

- ‘under 35 U.5.C. 202, each Federal

: .__7a applies to subcontracts at any tier .
:* under prime funding agreements with -
- contractors thatmotherthmamaﬂ 3
‘buginess firms or popprofit = - - oo
organizations. Accordingly, a@enc!ea L
o -'shonldlxkeappmpnaleactnnmemme* B
- -thattb.lsrequnementureﬂa:tedmﬁ:e o
- patent clauses of sach prime funding
' agremhawardedaﬂmh&uch].

-outstanding prime funding agreements -

-provisiens consistent with either this = -
' _Cmulmmomﬁﬂlemm—zz(ﬁnm
‘applicable at the time the fundtig
-agreement was awarded), the agency
'shall take appropriate action to ensure -

-nonprofit organization suhcontractors
" under such prime funding agreements ~ . "
.- that received their subcontracts after =
. ' July 1, 1981, will receive rights in theiy =~
:"subject inventions that are consistent
.,jfwithPuh.LM?mdt}:ns(hrcnlar _
" Appropriate actions might include (i}

after the award of
7' s domestic nonprafit organization. Hthe
. agency haa reason to questioa the states -
joftheprmpa:hwecoﬁactmaaamﬂ T
" business firm or demestic nonprofit
- -organizatiom, it may file a protestin- . .
" accordence with 13 CFR 121.3-6 if small

.'_'agencgrthe.temeninamyﬁnhng oI
_agreements with nonprofit orgammhcma_

‘or small business firms during the
apphcable reporting period shall

":f; "accumnulate and, at the request of the '

.. Comptroller General, provide the

~ .Comptrober Generat er his or her duly
- authorized represexative; the total :
- 'numberdpnmeagreenemeﬂered

.into with small business firms or  »

,nanpmﬁt organizatione that contain Ille

~-patent rights clause of Attachment A -

- during each period of Octaber 1 uuough L
,'.Septmnbaao.beaamng()ctohul i
i 1988 =

g (I}Agenuelmndvmedthat]’ut

510982

= In the event an agency has
that do not contain patent flow-down

at smal! busiress firms or domestic -

amendment of prinre contracts and/or

-+ gubcontracts; (ii) requiring the inclusion
'--"_oftheclause of Attachment Aasa
:  condition of agency approval of a G
- subconiract; or (iii) the granting of titte .. ¢ "7
"to the subcontractar to identified subyect e
- inventions on terms substantially th-e e
' same as contained in the clavse of
-’ Attachment A in the event the
" subcontract conhma a “deferred
**'determination™ o
C Government” type of patent nghts
i clause.

r “acquisition by the .

“d. Te gualify for the clanse of

. Attachment A, a prospective contractos L
‘. may be required bry an agency to certify - '

that it is etther a small busioesa fitm or -~

business firm status is questiozed or -
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.. furnish evidence to establish its status
“"some cases exclusive licenses or even .

asa domestic nonprofit organization.
- 8, Instructions for Modification and .

oo Tailoring of the Clause of Attachment A.’
a. Agencies should complete the blank'

Tl gn paragraph g.(2) of the clause of -
-~ Attachment A in accordance with theu'
. own or applicable Government-wide -

. by the agency should, of course, reflect -
the requirement of Part 7.c.(1). -
R b. Agencies should complete
* -« paragraph 1. “Communications™ at the -
< end of the clause of Attachment A by
- clesignating a central point of contact for
-communications on matters relating to .

= - paragraph 1.

- _or ‘underlined words and phrases with -
- those appropriate to the particalar
o ftmdmg agreement. For example

“contractor” by “grantee”, and
-, “contracting officer” by “grants officer
"Depending on its use. “Federal agency
‘can be replaced either by the

"+ identification of the agency or by the ™
-+ specification of the particular office or "’

- official within that agency.
. d. When the agency head or duly
uthorized designee determines at the
‘time of contracting with a small - :
- business firm or nonprofit organization -

. “governments or international
" organizations pursuant to any existing

..~ treaty or agreement, 8 sentence may be-
“added at the end of paragraph b. of the : -

=5 clause of Attachment A as follows:

" This license will include the right of the -
" Government to sublicense foreign

overnments and international o anizahons .
8 i ;...which is part of an application for patent

" ‘filed with the United States Patentand - =
'I‘;-Fdemark Ofﬁce or wnh any furengn patent .
S :.o ice

- pursuant 1o the following treaties or

“-: .. international agreements:
- to any future treaties or agreements with
* . foreign governments or mtemahonal )
'-__.orgamzauons

The blank in the above shou]d be

.' .completed with the names of applicable -

L existing treaties or international
‘agreements. The above language is not .
intended fo apply to treaties or

-~ agreements that are in effect on the date
.- of the award which are not listed. The .

- above language may be modified by.
" agendies by deleting the reference to
- future treaties or agreements or by
" " otherwise more narrowly defining

-+ classes of future treaties or agreements.
"~ -The language may also be modified to

makeclearthatthenghtsgrantedtothe_"

foreign government or international
organization may be for additional
- righis beyond a license or sublicense if .
- 80 required by the applicable treaty.or

- the clause. Additional instructions on ..
- communications may also be mcluded in-

‘subcontracts for experimental,”
. j.developmental or research work: and .

i Invention Disclosures.
that it would be in'the national interest ~ "

o acquire the right to sublicense forelgn - 'Federal agencies are suthorized to . - °

. withhold from disclosure to the pubhc - :
information disclosing any invention in wluch,

the Federal Government owns or may owWn a . disclogures.

ror pursuant =

international agreement. For example, in '~

-the assignment of title in the foreign -
country involved might be required.

- Agencies may also modify the language
" above to provide for the direct licensing".:
by the contractor of the foreign -

T : - government or international - - - -
i regulations such as the FPR or DAR. The -
" flow-down provisions of the clause cited

orgamzanon

(1) Provide periodic (but no more

'--'.frequently than annually) listings of all
: subject inventions required to be
- -disclosed during the period covered' by '

c. Agencies may replace the :tahc:zed . the report:

(2) Provide a report prior to the close- ,

‘.-. out of a unding agreement listing all
e .- pubject mvenbons or stating that there
“contract” could be replaced by “grant”, . _

were no|
- {3) vande notification of all

(4} Provide, upon request, the filing

_ date, serial number and title; a copy of
.- the patent application; and patent - -
" number and issue date for any subject -
_invention in any country in which the
" contractor has applied for patents.

“Part 8. Publication or Release of

a. 35 U.8.C. 205 provides as foliows

right, title, or interest (incinding a

-‘nonexclusive license) for a reasonable time in -
order for & patent application to be filed.’
. Furthermore, Federal agencies shall notbhe -
. required 1o release copies of any document. - -
v publication of materials describing a
. subject invention 1o the extent such
- materials were provided as partofa -
: .-.j;-.Ltechnical report or other submission of ; e
. . the contractor which were submitted - -=: -5 50
" independently of the requirements of the .. . -
. patent rights provisions of the contract.

- -b. To the extent authnnzed by 35

"US.C. 205, agencies shall not dlsciose to"
third parties pursuant to requests under -
- the Freedom of Information Act (FOILA) 3_'

any information disclesing a subiect

... invention for a reasonable time in order:
. for a patent application to be filed. With **
' respect to subject inventions of
. contractors that are small business firma
. or nonprofit organizations, a reasonable -
. time shall be the time during which an" * -
. injtial patent application may be filed
. "under paragraph c. of the clause of -
" Attachment A or such other clause that -
may be used in the funding agreement. -
“However, an agency may disclose such

~ gubject inventions under the FOIA, at its

" “discretion, after a contractor has elected s
* not to retain title or after the time in -

:which the contractor. is required to make,
;" an.election if the contractor has. not

" Similarly, an agency may honor an B
that the same information has.

* inventor, contractor, or otherwise. If the .
" ~agency plans to file itself when the -~
" e, To the extent not nequined by other o
" provisions of the funding agreement, -
- 'agencies may add additional o
.. pubparagraphs to paragraph (f) of the .
"+ patent rights clause of Attachment A to -
- Tequire the contractor to do one or more

. of the following:

" - -of course, continue to avail itself of the :
- authority of 35 11.5.C, 205.

“"Federal agencies shall not release copies .
": of any document which is part of an
-~ --application for patent filed on a subject -

“./ ~-invention to which a small business fi rm -
* or nonprofit orgamzatnon elected to -
* retain title.

.- other publications of technical reports of |
... contractors or others. In recognitionof " i
...+ the fact that such publication, if it = =~ -
....included descriptions of a subject. - :
. invention, could create bars to obtaining "0
". patent protection, it is the pollcy ofthe = . o
‘executive branch that agencies willnot = -
-include in such publication programs, .-
- copies of disclosures of inventions

- authorized te release such information

.- preclude agencies from including in the. . .. "
- publication activities described inthe . .. - -

-.agency that a particular report or other ER LI

-submission contains a disclosm=of &8 - v )

- gubject invention to which it has elected SN
~or may elect title, the agency willuse .~

- reasonable efforts to restrict its

“: ‘months from date of its receipt of the .. .- .

- yeport or submission or, if earlier, until <.

~ the discretion to delay publication for -
‘additional periods of time, :

= limit the authority-of agencies provided

-~made an election within that time: -
FOIA request at its discretion if it finds 3

previously been published by the

contractor has not elected title, it may,

.- ¢ As authorized by 35 U.5.C. 205,

-'d. A number of agencies have pohcnes
to encourage public dissemination-eof the -~ -
results ¢F work supported by the' agency -

.. through publication in Government or ;

ubmitted by small business. firms ot
nonprofit organizations, pursuant to

paragraph c. of the clause of Attachm
A, except that under the same = -:=

circumstances under which agencies are

pursuant to FOIA requests under Part .
9.b. above, agencies may pubhsh such

e. Nothing in this Part is mtcnded to-

first sentence of Part 9.d., the

However, if a small business firmor .-
nonprofit organization notifies the

publication of the material for six

the contractor has filed an initial patent- = -
application. Agencies, of course, retain ... .

f. Nothing in this Part 9 is intended to
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o '.. in 35 U.S.C. 205 in circumsiances not _
-~ gpecifically deacribed in this Part8, - .
- "0, Reporting on Utilization of Sub}m

Inventmns
" a. Paragraph h. of the clause of

- Attachment A provides that agencies -

“:* have the right to receive periodic reports
27 from the contractoer on utilization of -
“ ¥ jnventions, In accordance with such
- instructions as may be issued by the
=" Department of Commerce, agencies
- -ghall obtain such information from their :
-+ contractors. Pendmg such instructions,
""" agencies should not impose reporting .
*, " . . requirements. The Department of
... Commerce and the agencies, in .
7 conjunction with representatives of -
" gmall business and nonprofit =~ .~
..organizations, shall work together to
" establish a uniform penod.lc reporuns
- .gystem,

. information supplied by the contractoris-
- . congidered by the contractor, or ita
-licensee or assignee, to be privileged
=7~ and confidential and is so marked,
- agencies shall not, to the extent o
.. permitted by 35 U.S.C. 202{c](5), disclone
" such information to persons outside the
= Govemment.
.11, Retention of Rights byﬁwenton .

* business firm or nonproﬁt orgamzation
_contractor, as authorized by 35 U.S.C. .

~"'least those conditions that would apply
¢ . to a small business firm contractar -
- 2 under paragraphs d. {ii) and {ifi}; £.{é} b
" i; and j. of the clause of Attachment A. -
.-+ 12 Government Assignment to
. Contractor of Rights in Invention of '
. '+ Government Employee. In any case -
-~ when a Federal employee is a co-

_ " inventor of any inveniion made undera -

- - funding agreement with a small businesa'
- firm or nonprofit organization and the: -
“~.:-". Federal agency employing such co- - - -
“~- .7 inventor transfers or reassigns the right

_ it has acquired in the subject invention

from its employee to the contractoras - -

authorized by 35 U.S.C. 202(e), the

" assignment will be made subject to the .-
same conditions as would apply to the - -

. procedures shall be as informal as
. practicable and be consistent with .
. principles of fundamental fairness. The -
. - procedures should afford the contractor. .

... the opportunity to appear with counsel, .
submit documentary evidence, present -

- contractor under the clause of
= - Attachment A.
. 13, Exercise of March-in Rights.
. & The folluwing procedures shell
- . govern the exercise of the march-in -
- - rights of the agencies set forthin 35
» . 11.8.C. 203 and the clause at Attachment
A,
" . b. Whenever an agency receives
- information that it believes might -

- warrant the exercise of march-in nghh.
before mmatmg any march-in .
proceeding in accordance with the © .

_ procedures of Part 13.c.-h. below, it shalt .

", comment, either initiate the procedures.

o . which the contractor was notified.

o .-inltiated by tha issvance of & writtea B
" .. notice by theagemyhthenontmm
- and its assignee or exclusive licensee, as

b. To the extent any such dataor "

*202(d), will impose upon the inventor at -

* licensee) may submit, in person, in

' designee shall undertake or refer the.
- matter to another official for fact-

" accordance with the procedures

= notify the mhmtorinw!lﬂngcf&. =
--information and request informal - -

"written or oral camments from the - y
" ‘contracter. In the abeence of any

comments from the contracior mtlnnaﬂl :
.days, the agency may, o its discretion, -

_proceed with the procedures below. i a
.. comment is recaived, whether or not -

- within 30 days, then the agency shall,
... within 60 days after it receives the .

“"below or notify the contracter,in - -

“finding shall prepare
‘factandn‘ansmilthemtotbebendoftbn s
: agencyurdenigneepmmpﬂyaﬂerthe AT

‘concluston of the fact-flnding

-hearing thet inwalves testioemy or =~ ~ .
-.evidemorelathtgtoﬂmuﬁihaﬂmor T S
;- .efforts at obtaining williration thatare - . - = - ¢
. bemg made by the contractor, its SRR
_assignee, or icensees shall be closed to '

the public, incleding potential icensees, S :
£, The official conducting the fact- -
written findings of

T _“writing, thatitwﬂlnotpunuemamb-k o

.- tighta based on the informatien about -
.¢. A march-in proceeding shall be

. -applicable, stating that the agency is -

The determination to exercise
rights shall be made by the head of the
agency or designee, excapt as provided
in Part 13.j. below. :
d, Within 30 days aftarrwexp’lofﬂn X

‘written notice of march-in, the

contractor {assignee or exclusive

*-writing, or through a representative,

“information or argament in oppomtwn to’

“the proposed march-in, incloding any

) "'addmonal specific information whut
-raises & genuine dispute S
material facis upon which the march-in

over the

“is based. If the information presented
i'raises a genuine dispute over the

“material facts, the head of the agency or. ':j-' also apply to the ¢ of march-in

“"rights against inventors receiving title' to .
" ‘subject inventions under 35 U.S.C. 202{d} .
and, for that purpose, the term :
" ““contractor” as used in this Part shall be '
" deemed to include the inventor.
% j. Notwithstanding the last sentence of .
.. ... Part 13.c., a determination to exercise
" march-in in cases where the subject -

finding. .
.- . Fact-finding shaﬂ be conducted m:

established by the agency. Such

- witnesses and confront such persons as

the agency may present. A transcribed .
: record shail be made and shallbe -

. available at cost to the confractor upan
.. request. The requirement for & .
-transcribed record may be waived by
-mutual agreement of the contractor and
: the agency. Any portion of & fact-ﬁndmg

‘ been conducted, the head of the agency
- or degignee shall base kisorher -
. 'determination on the facts found,
- considering the exercise of Fin together with any other information and ..
rights. The notice shall stats the reasons °
-for the proposed march-in in terms. -~ .- .
.. ‘sufficient to put the contracter on notice
~ . of the facts upon which the action wmﬂd g
- be based and shall specify the field oz

fields of use in which the agencyis .
"considering requiring licensing. The ...

.“noticé shall advise the contractor - -
 “(assignee or exclusive licansee) of its - . :
.- rights, as set forth in this Circular mdm g

" any supplemental agency regnlations. - -
march-In

' (assignee or exclusive licensee], and any
. record. The consiatency of the exercise :
=" objectives of 35 U.8.C. 200-206 and Ilna :
u;..-Circular shall also be considered, In -
-~ cages referred for fact-findirg, the head
--only those facts that have been found

“notice of the determinntion whether .

e daya after the completion of fact-ﬂndma

“:‘“have been terminated and thereafter no -
'march-in based on the facts and reasons -
. ‘upon which the pmceedmg was imtiated

“may be exercised. =

* - 'terminate a march- inpmceedmgifitm
" satisfied that it does not wish to
* exercise march-in rights.

. procedures of thre Comtract Disputes Act,

.-.;--Contract Disputes Act will apply in Bemw
- of those in Parts 13.d.g. above [except
.- that the last sentence of Part 13.e. shall
.. continue to apply}. However, when the

. procedures of this Part 13.}. are used, the .

. proceeding. Acopyoftheﬁndingauf’ '

- -fact-shall e semt to the contrector

v+ (assignee or exclusive !iceme} by .
,reglsteredorceruﬁed

- g, In cases in which fact-finding has

argument submitted by the contractor -
other information tn the administrative.. - _
of march-in rights with the policyand . .

of the agency or designee may reject

at are clearly erroneous, Written .."-

or the proceedings will be deemed to -

k. An agency may, at any tims,

i 'I'hepmcedmofthisl’artsheﬂ

invention wes mede pnder a comieact
‘may be made initially by the contracting
officer in accordance with the -

In such cases, the procedures of the

contractor, assignee, or exclusive




= licensee will not be

~ " _contract appeals, or if no action has "~
IR beenbroughtunde:SechunlOoftheAcl i
o7 swithin thit time; or (2} the boardor - -7
-+ court, adthe case may be, hag madea =~
. Hnal decision in cases whenanappeal
" or actioirhas been brought within 90 -

. Attachment'A. - .
“" - (3) A refusal to grant a waiver under,
: '?_ paragraph i. of the dause of Attachment -
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required to granta .’
ficenss and the Government will not -

- grant any leense untl after either: (1) 90- o
- - -ighis to Third Pariies.

days from the daie of the contractor's
- receipt of the contracting officer’s

decision, if no appeal of the decision has
© - been made to an agency board of ~ - =

e days of the contracting officer’s -
daciswm

w7k, Agencies are authorized to issne
aupplemenm] procedures, not . -

14 Appeals. -
a. The agency official initially

authorized to take any of the follomng

. .actions shall provide the contractor with -
-a written statement of the basis for his -

‘or her action at the time the action is -+ :

E . taken, including any relevant facts that .
" were relied upon in taking the action: -

... [1) A refusal to grant an extension :
v under paragraph c.(4) of the clause of -
Attachment A.

(2) A request for & conveyance of title :

-under paragraph d. of the clause of

. {4) Arefusal to appme o
E ’“’8‘"“9’“ under Parasraph k{1) of the
clause of Attachment A,

.. (5) A refusal to approve an extension
" . of the exclusive license period under .
' .. .. and the contractor kaow snd exercise
- their rights in subject inventions in order’
“Ao ensure their expeditious availability -

'_ -paragraph k {2) of.the clause of
~ Attachment A. '
4. Each agency shall establish and

. . publish proceduref under which any of
-, the agency actions listed in Part 14.a.

":above may be appealed to the head of

" the agency or designee. Review at this '
- level shall consider both the factual and
fegal basis for the action and its '

. consistency with the policy and

o ‘objectives of 35 U.S.C. 200-206 and this
o I :

e Ap;;eall procedures established
““.ynder Part 14.b. above shall include

& .’ administrative due process procedures
. ~'and standards for fact-finding at least -
ble to those set forth in Part -

. 13.e~g* of this Circular whenever there

“iisa dispute as to the factual bagis for an §

5" under paragraph d. of the clause of

. Attachment A, including any dispute ae_a

to whether or not an invention is a
subject invention. '

d. To the extent that any of the
- actions described in Part 14.a. are )
. subject to appeal under the Contracis' "
Dispute Act, the procedurss under that

'%Actmllsaﬁdyﬁaﬁqments of

- organization will not contain a promxon
:7 allowing a Federal agency to require the

‘incorisistent herewith, for ﬂ:le canduc:t of

- the licensing of third parties under any
. such provision unless the agency head -
determines that the use of the invention -

- by others is necessary for the practice of -
*. a subject invention or for the use ofa .+

.. work object of the funding agreement .

.-and that such action is necessary to -

. achieve practical application of the

;... - subject invention or work object. Any -
.- such determination will be on the reco!
. gfter an opportunity for an agency’
‘hearing, and the contractor shall be

a8
. 18. AdmuuﬂmtzonofPatﬂntRngts
Clouse.

‘Parts 14 b. and c. above,
15, Licensing of Bac&;rwnn’ Pamnt

SR Aflmdingasrem!withasmnll :
‘business firm or & domestic nonproﬁt

licensing to third parties of inventions

owned by the contractor that are not -

“subject inventions unless such promsmn
“’has been approved by the agency head -
- - and a written jastification has been ..
--":si.gned by the agency
- . provision will clearly stats whether the
i -licensing may be required in connection °
‘with the practice of a subject invention, °
" a specifically identifiad work object, or
- both. The agency head may not delegate
- the authority to approve such provisions
- or to gign the jastification requ.ired fur

bhaad. Any such

such provisions,
b. A Federal agency will not reqm.re

given prompt notification of the
determmaucu by certified or register 3

a. It is important that the Government

to the public, to enable the Govemment.

- ‘the contractar, and the public to avoid -
. unnecessary payment of royalties, and -
.. to defend themselves against claims and
"; guits for patent infringement. To attain -
. these ends, contracis should beso -

-administered that:

(1) Inventions are identified,

(2] The rights of the Government in ~

: guch inventions are established;
- {3) When appropriate, patent
‘" applications are timely filed and
- prosecuted by coniractors or by the -
_ _‘_Govemment.
agency request for a conveyance of title "
" are documented by formal instruments -
- “giich as licenses or assignments;
" [5) Expeditious commercial uhhzation
" of such inventions is achieved. w0k

(4) The rights In patent applications :

b. With respect to the conveyance of

" - license or assignments to which the -
" Government may be eatitled under the
"clnuaeof ﬁmhnm&nenms shnu.ld

“follow the guidance provided in 41 CFR

=25 ¢, In the-event a subject inventiofi is~ S
_~_' ‘made under funding agreements of more ¥

- than one agency, at the request of the -
- ~-contractor or on their own initiative, the -

agreements shall be modifiedas .~

" this Circular and 35 U.S.C. 200-206."

' and 35 US.C. 200206 shalt take . U
“.precedence over any conflicting agency TR
- regulations or policies. CENEREE

- Procurement Policy to ensure that 35 = e
.- "U.S.C. 200-208 and this Circularare ¢
.- implemented in a uniform and .
. consistent manner, the following
Tesponsibilities are assigned to the.

- Government patent policies and -

+1-8:108-5 or 32 CFR 9-109.5.

“agencies shall designate one agency as
“responsible for administration of the -
rights of the Govemment in the T e

" ‘invention.

" 17, Modification of Exzstmg Agency
. ‘Regulations. PR

- 8. Existing agency patent regulatxons R
“or other published policies concemmg . A
“inventions made under funding - ’

, necessary to.make them consistent Mth

“Agency regulations shall not be more'
restrictive or burdensome than the ~
‘provisions of this Circular.

" b. After March 1, 1982, this Circalar o

18. Lead Agency Designation. In order"" T
"t assist the Office of Federal.

.Department of Commerce (hereafter
eferred to as “The Dep&rtmen W
encies shall fully cooperate and as
the carrying out of these e
‘responsibilities: - R

. a. The Department will monitor - " .
agency regulations and procedures for

- consistency with the Act and this

' -Circular, and it shall provide

recommendations to OFPP and agencles e T

jwhenever it finds inconsistencies. . ..
b. The Department will consult with . .- ;- -~

representatives of agenclesand - . . .

- contractors to obtain advice on—

- {1) the development of the penodu.:. 8 et
. reporting system required under Part 10 RS

.-of this Circular, and

(2} changes in this Circular which may :'. R

"be needed based on actual experience S

" “disclosed, and an election is made as '_ . - under the Circular.

. required by the contract clause.

- ¢. The Department will accumulate. . :

maintain, and publish such statistics -

-and analysis on utilization and activities . - . -
- ynder this Circular and under
. practices generally, as may be agreed- to!_ L
between the Department and OFPP. e
: d. The Department will make - S
. recommendations to OFPP on changes -~ -

: tha‘t may be needed in this Circular.

* 19. Sunset Review Date. This Circular .
:ghall have a policy review no later than :. "
three years from the date of its issuance.

20, Inguiries. All questions or L
- inquiries should be subumitted to the- -~~~
=Office of Management and Budget, - -
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L Ofﬁce of Federal Procurement Policy,

. telephone number [202] 395-8810.

" - Administrator.
DavidA.Stockman.
" '-'-_---Du'ectar

" Attachment A—Glrular A Atze

s rights claused to be used in fundmg
- agreements as provided in Part 7, -

o - Patent Rights (Small Business Flrms

.- ‘and Nonprofit O:gamzauans] [Mamh
s

| ‘a. Definitions . S,

or discovery which is or may be .
- patentable or otherwise protectable

"*% (2) “Subject Inventicn"” means any .
first actually reduced to practice in the

. contract.

{3) “Practical Apphcaﬁon means to i

o . manufacture in the case ofa
. .. composition orproduct, to practice in' "
©* " the case of a process or method, or to
--gperate in the case of 2 machine or .
.’ system; and, in each case, under auch '
" “conditions as to establish that the
invention is being utilized and that its .
benefits are, to the extent permitted by
- Jaw or Government regulations, -
mvallable 10 the pubiic on reasonabl
terms.
T (4) "Made" when used in relahon to -
.any invention means the conception or

v ~invention.
: {5) “Small Business Firm” meansa -
" small business concern as defined at

" " Section 2 of Pub. L. 85.536 (15 U.S.C. 832)

and implementing regulations of the
- Administrator of the Small Business
- .Administration. For the purpose of this
" -clausé, the size staridards for small
- business concerns involved in
“Government procurement and :
:subcontracting at 13 CFR 121.3-8 and 13

" -CFR 121.3-12, reapectively, will be used. -

' (8) “Nonprofit Organization™ meanas a

- ‘university or other institution of higher -

- . education or an organization of the
... described in section 501{c}(3) of the
... Internal Revenue Code of 1954 (28 U.S.C.
- '501(c)) and exempt from taxation under
... section 501(a} of the Internal Revenue
" Code (28 U.S.C. 501{a}} or any nonprofit
. -scientific or educational crganization
! qualified under a state nonprofit = -
- organization statute. -

i : b. Allocation of Prmc:pa] Rights

The contractor may retain the entire
right, title, and interest throughout the

o world to each subject invention subject

_-to the provisions of this clause and 35
-~ U.8.C. 203. With respect to any subject
... Donald E. Sowle, - S ST S
_ .. - .ri-retains title, the Federal Government
* shall have a non-exclusive, non-
*transferable, irrevocable, paid-up

. or on behalf of the United States the -~
“~subject invention throughout the world, -

The following is the stnndard patent '-
', Invention Disclosure, Election of Title*

“{1) “Invention"” ineans any i.nvention

“~under Title 35 of the United States Code, . ‘and shall identify the contract under -
.. ‘which the invention was made and’ I:he '
‘inventor{s}). It shall be s
- complete in technical detail to convey &
..~ clear underatanding, Lo
" - known at the time of the disclosure, of
. the nature, purpo:

.- physical, chemical, biological or

" electrical characteristics of the
- invention. The diaclosure shall also™ =~
. identify any publication, on saleor .~
public use of the invention and whethez .-
. a manuscript describing the invention-
"+"-has been submitted fer publication and,
_if so, whether it has been accepted for -

: invention of the contractor conceived or -

- performance of work under this . ..

-addition, after disclosure to the agency,
- ‘the contractor will promptly notify the .
" agency of the acceptance of any

- manuscript describing the invention for -

" first actual reduction to prachce of auch o
- uge planned by the contractor.

- ‘whether or not to retdin title to any such
invention by notifying the Federal
. agency within twelve months of

‘That in any case where publication, on- .
‘sale or public use has initiated the one _
" . year statutory period wherein valid .
; patent protection can still be obtained in
" the United States, the period for election
of title may be shortened by the agency

- {0 & date that is no more than 60 days ... :
“successor of that party of the

" "contractor's business to which the
“invention pertains. o

(2) The contractor’s domestic license -~ -
- may be revoked or modified by the

" . funding Federal agency to the extent
. protection can be obtained in the United -

~ .States after a publication, on zale, or
_public use. The contractor will file -

invention in which the contractor

license to practice or have practiced for"-

-(1) The mnhuctorwill disclose each ;

shall be in the form of a written report

ufficiently
to the extent

se, operation, and the :

publication at the time of disclosure. It

publication or of any on sala or public .
(2) Tha contractor will elect in wnh.ng

disclosure to the contractor: Provided,

prior to the end of the statutory period. -
(3) The contractor will file its initial

" patent application on an elected
“invention within two years after alection

or, if earlier, prior to the end of any
statutory period wherein valid patent

patent applications in additional
countries within either ten months of the -

- gorresponding initial patent application-
 or six months from the date permission

is granted by the Commiasioner of -

. Patents and Trademarks to file foreign

-'{f:_:to retain title.

- contractor fails to file patent ,
- “applications within the times specified
. in c. above: Provided, howgven That if

- patent applicatioml where such ﬁling

has been prohibited by a Secrecy Order.’ B

..~ {4) Requests for extension of the time "= © ..
- for disclosure to the agency, election, =. - .
.- and filing may, at the discretion of the .~ -

' funding Federal agency, be granted. - - -
-':'2 d. Conditions When the Govemment
' May Obtain Title =~

. (1) The contractor will convey tu !he o

- and Filing of Patent Applications by ~ F ederal agency, upon written request, -

* Contractor, - title to any subject invention:

{i) If the contractor fails to diaé'lose or | B

i ¢ invention within th
“subject invention to the Federal agency -~ elect the subject invention i

. within two months after the inventor -

"discloses it in writing to contractor ~ -
-~ personnel responsible for patent =~ -
- ‘matters, The disclosure to the ggency

timas specified in c. above. or electu not

(ii) In those countries in wh.ich the g

pphcation in & country after the Iimpa
pecified in c., above, but prior to its" -

.receipt of the written request of the :
- Federal agency, the contractor shall

continue to retain title in that country
~(tii} In any country in which the

pey the maintenance fees on, or defend -+
in reexamination or opposition . . - -

" proceeding on, a patent ona subject

1pventlon. e

. Minimum }bghts to Contmctar
(1) The contractor will retain a
nionexclusive, royalty-free licénsa”

invention to which the Government -

- obtains tile except if the contractor - - - L wy
- fails to disclose the subject invention * .- 7.7
- within the times specified in c., above.
The contractor’s license extends toits -~
. domestic subsidiarie® and affiliates, if -
any, within the corporate structureof . -
. ‘which the contractor is a party and -
. includes the right to grant sublicenses of -

the same acope to the extent the .
‘contractor was legally obligated to do so-
at the time the contract was.awarded.

The license Is transferable only with the. -. e
approval of the funding Federal ogency .

.except when transferred to the

_necessary to achieve expeditious

. practical application of the subject :

invention pursuant to an applicationfor -

. an exclusive license submitted in _
“accordance with applicable provisions  © . -

“"in the Federal Property Management = .~ -

" Regulations. This license will not be

" revoked in that field of use or the

geographical areas in which the -~ .

" contractor decides not to continue ther :' L
-prosecution of any application for,ta '

throughout the world in each subject = = -
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-. contractor has achieved practical -
apphcatmn and continues to make the

" benefits of the invention reasonably _
T manancihla 10 the nul-n‘lu- The liconse i l_n

- BOCEESITIa O Wil

" any foreign cou.ntry may be revoked or -

.Federal agency ta the extent the _
‘contractor, its licensees, or its domestic
- :‘gubsidiaries or affliates have failed to
. achieve practical application in that
. foreign country. . L
5 (3} Before revocation or modxﬁcatxon
‘of the license, the funding Federal
~.agency will furnish the controctora -
“written notice of its intention to revoke
.- or modify the license, and the contracrar.
_“'will be allowed thirty days {or such
- other time as may be authorized by the
" funding Federal agency for good cause
‘shown by the contractor} after the
notice to show cause why the license -
‘should not be revoked or modified. The: -
.. ~contractor has the right to appeal, in .
-accordance with applicable regulationa -
~ . in the Federal Property Management
... Regulations concerning the licensing of
... Government-owned inventions, any
;" decision concerning the revocation or
.~ modification of its Hicense. ‘

f. Contractor Action to Protect the
- .Governments Interest

{1} The contractor agrees to execute
“or'to havé executed and promptly -
‘deliver to the Federal agency all
instruments necessary 1o (i) eatablish o
‘contfirm the rights the Government has

-~ throughout the world in those subject- .
...".~'jinventions to which the contractor

-~ elects to retain title, and {ii) convey title’
"% to the Federal agency when requested

- under paragraph d. above, and to enable -
7 -the Government te pbtzin patent

_ - protection throughout the world in that

" subject invention.
.. . (2) The oontmctoragreutoreqmre.
". - by writtext agreement, its employees,

: . -..other than clerical end nontechnical .
i . employees, to disclose prompily in
"I ' writing to personne] jdentified as

" responsible for the administration of
- patent matters and in & format
. - suggested by the contracior each subjéct .
... invention made under contract in order
" - that the contractor can comply with'the -

" _disclosure provisions of paragraph c.

" .. above, and to execute all papers "
necessary to file patent applications on-
subjeet inventions and to establish the
Government's rights in the subject

" inventions. This disclosure format -

“ should require, as a minimum, the »
information required by c.f1) above, The

" _ coatractor shall instruct such employees
through employee agreements or other
suitable educational programs on the
imporiance of reporiing inventions in

- sufficient lime to permit the Lilingof -

B patent applications prior to U.S. or -
:_foreign statutory bars.

T Federeil agency of any decision not to

- modified at the discretion of the funding .
.. i defend in a reexamination or oppositic
- proceeding on a patent, in any country
.. not |ess than thirty days before the
-.expiration of the response period -
- required by the relevant patent office.

- within the specification of any United -
~..»States patent application and any patent
“issuing thereon covering a subject

_invention, the following statement, “This
- invention was made with Government
-+"=-gupport under {identify the contract) "

. awarded by (identify the Federal
.. agency}. The Government has uertain
_:'Tights in this inveation.”

- provided for the controcior in this
“+part of the consideration for awarding’

‘other subcontracts, regardless of tier, for.

~research work the patent rights clause -
- required by {cite section of agency - -
" implementing regulations, FPR, or ~*

tier, when the prime award with the

- *_.obligations of the parties created by this -
. clause constitute a contract between the .
" subcontractor and the Federal agency

" h. Reporting an Utilization of Sub;ect

"I’ . 'The contractor agrees to submit on -

: request periodic reports no more '

. frequently than annuslly on the

‘utilization of a subject invention oron "
“efforts at obtaining such utilization that

_ are being made by the contractor or its

(3) The coniractor will nohfy the

‘continue the prosecution of a patent
.application, pay maintenance fees, or_

(4) The contractor agrees to include,

g Subcontracts

{1} The contractor will include thm R
clause, tmtably modified to identify the

" parties, in all subcontracts, regardless of -
. tier, for experimental developmental or .
.. research work to be performed by a* + -

small business firm or domestic
- nonprofit prganization. The

subcontracter will retain all rights

clause, and the contractor will not, as ™~
the subcontract, obtain rights in the
subcontractor’s subject inventions. .
(2) The comtractor will includeing
experimental, devélopmentat or

DAR)
{3} In the case of subcontracts, at an.V B

Federal agency was a contract (but not a
grant or cooperative agreement), the

agency, subcontractor, and the
contractor agree that the mutual

with respect to those matters covered by
ths clause.

lnvent:ons

licensees or assignees. Such reports

" shall include information regarding the .-
“status of development, date of first -

commercial sale or use, gross roynlnes

- received by the coniractor, andauch
~ other data and informetion es the _

~agensy. may reasonably specify: The

-..additional reports as may be requested e
= by the agengy in connection with any =

‘of this clause. To the extent data or- -
-information supplied under this- secuon. :

- - licansee or assignee to be privileged and AT
-, confidential and is so marked, the - .
- agency agrees that, to the extent -

- permitted by 35 U.S.C. 202(c){5), it will

i i P:efemnce for Umteo‘ States Industry :

" of this clause, the contractor agrees that -
-neither it nor.any assignee will grantto. "

‘States unless such person agrees that . | -

" agteement may be waived by the
Federal agency upon a showing by the
. contractor or its assignee that ’
reasonable butymsuccessful efforts have:

* circumstances domestic manufscmre is
- mot commerc:ally feasible - .

]Mm-fﬂnjg}]ts e Tt

¥ reapect to any subject inventionin "~ " .

" which it has acqmred title, the Federal

. agency has the right in accordance with -
. the procedures in OMB Circular A-124 - -

- ‘exclusive licensee of & subject invention . ~
. to.grant a non-exclusive, partielly -

" reasonable under the mrcumslances.
- and if the contractor assignee, or .
:-exclusive licensee refuses pucha - . -
- sequest, the Federal agency has the nght .

T Fedem] agency determines that:

.. lllemate health or safety needs whlch

entractor also agrees to provide -

march-in proceeding undertaken by the w _
-agency in accordance with paragraph j = :

is considered by the contractor, its -

- not disclose such information to persons i = s
* outside the Government. :

Noththstandmg any other’ provision

y person the exclusive right to use or
el any subject invention in the United -

any products embodying the subject .. - &
“mvention or produced through the use of

~ the subject invention will be -

" ‘manufactured substantially inthe -~ .-
-‘United States. However, in mdi\ndual

cases, the requirement for such an =~ ~

been made to grant licenses on similar
terms to potential licensees that would
¢ likely to manufacture sybstantially. i
‘the United States or that under the -

~The contractor agrees that with

{and agency regulations at Jto
- require the contractor, an assignee or- . .. -

- exclusive, or exclusive license in any
-field of use to a responsible applicant or -
“applicants, upon terms thatare

- Yo grant such a license itself if the

(1) Such action is necessary because .
the contractor or assignee has not taken,
“or is not expected to take within a
" reasonable time, effective steps to
achieve practical applicition of the
.ub]ect invention in such field of use.

*-{2) Such action is necessary to =
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.. are not reasonably satisfied by the ~ - " ‘ will Be ﬁtihiéd for the: sﬁpport of ¢
- ,aanh’acton assignee. or their licensees; .. . scientific research or educahon
: " {3) Such action is necessary to meet - - e
" requirements for public use specified by -k Communications ' =
" “Federa! regulations and such RS [Complele According to Instructmns'
: " requirements are not reasonably - . nth‘t 8.b. of this Circular).
'Z ‘satisfied by the oantractor asslgnee. O . [FR Doc. 224500 Filed 2-18-82 845 am)] :

licensees. or - uu.m CODE 3110-01-M -
(4) Such action is necessary because B S
the agreement required by paragraphi. -+ oo o
of this clause has not been obtained or
.-waived or because a licengee of the - .
- exclusive right to vse or sell any sub]ect PR
-invention in the United Statesisim -~ [ .~
" breach of such agreement.

. k. Special Provisions for Contracts w:th_ o
_ Non-profit Ozgun:zatmns : L

" If the contractoris a non-proﬁt
organization, it agrees that: :
.- (1) Rights to a subject invention in the -
- United States may not be assigned . ;
~'without the approval of the Federal .
. agency, except where such nsmgnment
is made to an organization which has as
one of its primary functions the . -
.- management of inventions and whichis =
- not, itsell, engaged in or does not hold a .o
- substantial interest in other S
organizations engaged in the
- manufacture or sale of products or the
use of processes that might utilize the
" invention or be in competition with o
embodiments of the invention provided .. .- - ..
that such assignee will be subject to'the”
‘same provisions as the contmctor]. :
. (2} The contracter may not grant -
exclusive licenses under United States
- patents or patent applications in subject
.’ inventions to persons other than small - - : e
- business firms for a period in excess of . . 7 .o T
.- the earlier of: :
(i) Five years from first commerclal
L sale or use of the invention; or
(i} Eight years from the date of the
" exclusive license excepting that time
- before regulatory agencies necessary to
.-obtain premarket clearance, unless on a
"~ case-by-case basis, the Federal agency
- approves a longer exclusive license. If
exclusive field of use licenses are
granted, commercial sale or use in cne
“field of use will not be deemed '
. commercial sale or use as to other fields .
of use, and a first commercial sale or
-~ use-with respect to a product of the
- invention will not be deemed to end the
. -exclusive period to different subsequent -
S products covered by the invention. '
(3) The contractor will share royalties .
*.collected on & subject invention with the B
" inventor; and n
. [4) The balance of any royalties or
.income eamed by the contrector with
respect to subject inventions, after
-. payment of expenses (including :
.. payments to inventors) incidental to the
- administration of snbject inventions,







