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OFFICE OF MANAGEMENT AND
BUDGET

..OffIce of Federal PrQcurement Policy

. "....••••.CIrl:uJar No. A-124, Patents-small
.FInnan Non-Prolll OrganlDtlons

AGENCY: Officeof Federal Procurement
Policy,OMB.
AC'I'ION: Notice.

IUIIIWIY: This Circular, issued
pursuant to the authority contained In
Pub. L lllHi17, I.ell forth policies,
procedures 8!1d a..standard clause for
executive branch agency use with
regard to Inventions made by small
business firma andnon-profit
organizations and universities under
funding agreemenll (contracts, grants
and cooperative agreemenll) with
Federal agencies where a purpose Is to
perform experimental, developmental
and research work. This sopersedes
OMB BulletinNo. 81-22 and reDects
public COIIllDenll received on OMB
BulletinNo.81-22 (48 PR ,.778, July2,
1981).
1FFEC1MEUTI: Narch 1, 1lJ82.
FORI'UIITHEIl_T1ON CONTACT:
Mr.Fred H. Dietrich.Anociate
Administrator, Office of Federal
Procurement Policy,726 Jackson Place,
NW. Washington, D.C.20S03, (202) 395-
8810. _. __ ...
IUPPLEIIEIIl'ARY__This

Clrcular is a revision of OMB Bulletin
No. 81-22 which was isaued on July1,
1981, accompanied by a requeat for

commenll from the public and Federal
agencies. Approximately138 comments
were received from individuels,
univ~rsities.-Donprofit 'organizations,
Industrial coneeme, and Federal
asencie8.--~· _,' ",.
...•. Copiee of all the commeiltsare
avaI1ableon record at OFPP. A
compilation of summaries of the
comments organized by Bulletinsection
along with a rationale for their ..
disposition can be obtained bywnting
to: Fred Dietrich.address as above.

The Bulletinhas been reformated for
easier reading and simplifiedreference
to ita provisions. For example, the
standard clause has been moved from
the body of the Clrcular to Attachment
A. Instructions and policies on the use of
the standard clause have been
consolidated In Part 7. instructions for
modification or taIloringof the clause
have been consolidated In Pari 8. Other

. I"neral policies ralating to the clause or
the Act have been treated In aeperate
parts. Some of the more siBnificant
changes that were made as • relult of
the commenll are discussed below.

.Explanations are also given al to why
certain commenll were not adopted.

L CommaDII Relating to PaIIcy ad
Ico.Pe 8aI:fl...
A.Subcontracts

A Dumberof commenllindicated that
more clarification on the applicatioD of
the Clrcular to subil4ntractawas
needed. RevilioD,l were made in Pari 5
and Part 70.to !,ddrell '!'i" concern.

j .. Limitation to })mding Asre.e1f'!'~ts
Performed in the United States

There were also a large number of
comments questioningthe limitation of
the Bulletin to fundingagreements ..

. performed In the Ullit~dStates:T)te
Circular has been reVIsed to eliminate

. any distinctions based.on where the
funding agreement is performed.
However, the definition of "nonprofit
organization" at35 U.S.C. 201 has been
Interpreted to cover only domestic..
nonprofit organizations.The defiDl!i0n
of "small business"ln SBA regulations
which are referenced in the Act
excludes foreignbusiness. A strong
argument can be made that the Congress
did Rot include fOreign nonprofits.For

,example, that part of the stalutory
: definition referencing orgallizations
'. "qualified under a State nonprofit ,
'organlzationstalute" clearly is limited

to U.s. orsanizations. Similarly, that part
of the definition referencingSection 501
of the Tax Code manifest an intention to
cover U,s. basedorsanizations, since
foreign corporations are not subject to.
U.s.la>I_pt If they are doing
busln_1n tIoeUllited States.

C.laventi_ ModePrior toJuly1. 1981

Part &ciftheClrcular was revised, as
auggelted by commentors, to encourage
!'I"nciel to treat Inventions made under
fundingagreemenll predatins the Act in
• manner Iimilar to Inventionsunder q,.
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Act. if such actIaa Is consistent with the planned and COIIIIIIittad activities of agreelllellts be Identified when the
lew. a gove"",*,t fundedproject ad does <lptionallanguage is used, However. in
D. Collaborotive1fnearr;h and "de not diminish or distrsct from the vlsw of the broad wording of the statate,

performance of such activities. ..,ei" may ooDtloue to ..... the .
minimus*'1ItJcollUlltJlldations l:aventl..... made I:a perio"""""" of the optlooal1aJlauale f... "future" treaUes at
_T!!ere _--"" ...vera! """"",nls that _non-.ovemmentlll>lJD-..llll'Oiecl.thalr discntioo.. However, specific

some "de minimus" NDdard be ;'Duid not be aublKt to daei:ondlti..... of languqe bas been added to encourage
established to define a threshold . ,the AcL An example Dfncb related b'!t .•.•.•encles to drop the reference to future
COBtribtotioo of government funding to separate projects would be a " ·';treaties lIII1eu ahowD to be In the
"'" INIking of a jointly funded invention government apoaaored project having. national in_to
below which the CIrcu1ar regulations research objectlves to expand scientific '.One agency also.'"'PfeSaed tha
mould not apply. These understanding In field with a closely "'0 lloncem thet thlllanguage In the BuIllllin
recommendations were rejected as related Industry apoaaored projllct was too 1lmlted end Implied only a right
being Inconsistent with the Act which having as ita objectives the application to sublicense. wbm!as some
does not define subject invantion In of such new knowIedse to devlliop intllmational agreements call for more
terms of thll size of the government uaablll new "'chuology. 11le time extensive rights. Section B.d. has been
financial contribution in making the . relationship in conductlng thll two lllvlslldto make clllar that more than the
invention. .projects and the ..... of nllWfundamllntal . rightto s.ubliCllDlll caD be taken.

Thllse comments appear to be based knowledge from one in the per£ormaoc"
on a concern that the Circular does not of the other ..... not importantG. Publication arRelease ofInvention
provide adequate guidance on the .. 'determiIla1lts since most Inveoli<lnarest i , Disclosuretl
obligations or a recipient of govemmellt on a kn<lw1edge base bullt up by
research funds when such research Is numerous independent research efforts .. Some agencies expressed the concern
closely related to other research extending over many years. Should auch that the language In Part 5.b.(4) of the
apoaaored by an Induatrial coneem. an invention be claimed by the BuIlelin required agencies to delay
Since one of the Primary purposes of performing organization to be the publication for excessive periods.
Pub. L 96-517 is to foster cooperative" product of non-government sponsored Careful review of the language of Part
research an-angementa omong . research and be cha1lenaed by the 5.b.(4) indicated that il needed to be
government universities and industry il' sponsoring agency as being reportable . restructured to more clearly distinguish
order to more effectively utilize the ... 10 the government as a "subject • ..1letweeo Situatiolls where the
productive resources of the nation in the invention", the challense Is appealable • publication of techoical reports was
creation and commercialization of new as described in Part 14.c. involved and situations where the
teclmology. il Is Important to remove An invllDtionwhich is made outside of release or publication of invention
any doubt as to the propriety of such the research activities of a government disclosures provided as required under. .
COoperative arrangements and the funded project but which in ils making the standard clause was involved. Part 9

.proper application of the Circular to otherwise benefits from such projeCt has been revised to distinguish between
. them. without adding to its cost is Dot viewed the two. and to clarify the policies in the,

Traditionally there have been no . as a "eubject invention" since it caoilol two situations.
conditions Imposed on research be shown to bave been "conceived or
performers by the govemment which first actually reduced to practice" In H. ReporliIJ8 on UtilizationofSubject
would preclude them from accepting performance of the project. An obvious Inventions
research funding from other sources10 example of this is a situation where an In response to the comments of one
expand, to aid in completing or to instrument purchased with government 88"ncy and to minimize the burden
conduct separate investigations closely funds is later used. without Interference contractors. Part 10 provides thaI
related to research activities sponsored with or cost to the government funded 88"ncles sball not Implement their rights
by the government. Such complex project, in making an invention all to oblaln utilization reports under the
funding arrangements are a necessity expenses of wbich involve only non- -"andard clause until a Govemment-
given the limited financial resources of government funds. wide reporting formal is established
individual sponsors. the unpredictable,£. Reports to the GeneralAccount/no This will be one of the fU'llt tasks 11f the

'nature and continuel expansion of •-o f Co I d
res rch th manns' of expensive .tV<ice Departmenl 0 mmerce as eae8~.... e . "")I'
resources. and the dynamic interactions In response to the comment of one agency.
among scientists at research Institutions. agency Part 7.b {2]was amended to Also adopled was the

•. recommendation of one commenlor thatNotwithstanding the right of research avoid the nec.-sity of agencies that do
organizations to accept supplemental not enter into research grants or utilization reports be afforded maximum
funding from olher sourcil. for the contracts with nonprofit organizations prolectlon from disclosure as authorized
purpose of expedlting or more or small businesses from having to make by Pub. L 96-517. According1y. language
compreheoaively accomplishing the reports to the Comptroller Gflneral. was revised to provide that such reports
research objectives of thegovernJlllllit "shall nol" be discIosed under FOIA to
:apommed project. il is c1ear thet the Act. F. llight to SubliceIl1le Fare;gn t1Ie llXteol permitted by 35 USC. 202[c.)
....wremain applicable to any Governments (5).
:In-''0Il "c:om:eived ... llrat actually Several commentators expn!lsed I. 1'rocetIure8forExercise ofMarch-in
reduoed to practice in performance" ofconcem that the optional language .Rigbt8
!be project. Soperale aocouoling for the authorized for addition to the standard
two funds ued to support the project in clause to peml1tsublicenstog in a&USc. Z03requires thet march-In
this esse is not a determining factor. accordance to treatiaa or Intemalinoal ""'ts be exercised in accordance with

To the ""leDt that a DOn-government agreements was too opeIHlIlC!ed.lo om resu\atiOlll. There were extensive
sponsor establiahea a project which. response to this Part a.d. now requlrea oommenta OIl the procedures included in'
althouab c100e1¥ re\all!d. fallaoutaIde that existing treaties and international t1Ia Bulletin ad a DUIIlber of chanses. . -
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There were 8 number of comments on
various aspects of paragreph c. As a
result some changes have been made. In
general, the.. changes were designed to
provide a reasonable accommodation. to
the Interests of several agencies in
obtaining early knowledge of inventions
and to minimize the possibility of
statutory bars being created in
situations where the agency might wish
to seek patents if the contractor does
not elect rights. Thus. the reporting

received from universlties and nonprofit
organizations objecting to its use. The
premises underlying the ra tionale for the
optional language was brought in

.question by a numberof commentors.
Many others made the point tha t the use
of the clause would undermine their
licensing efforts. result in nonreporting
of inventions by inventors. and would
generally be counterproductive. BytWay
of contrast no agency provided any
rationale for the need for these I

provisions.
In view of the comments and lack of

any established need for the optional
language. Pa!15b(1)[vi) of the Bulletin
haa been eliminated from the final
Circular. As will be discussed. below,
some changes have been made to
paragraph c. of the standard clause of
Attachment A of the Circular that relate
to the lasues raised by the optional
language.

n. Comments on Standard Patent Rights
Clall88

Poragraph b.-license to Stote and
Local Governments

One agency snggested that the right
license state and local governments be
made part of the standard rights of the

:c:··-Government. This.however. has not
-- been done:since the granting of licensell

to state and local governments is not .,
consistent with Pub. t, 96-517. That
statute defines the Government's license
rights. and' any expansion of these
rights. would have to be justified under
the "exceptional circumstances"
language of 35 U.S.c. 202 on a case-by.
case basis. It is not anticipated that the
taking of such rights would ordinarily be
conststent with the policy and
objectives of the Act since such licenses
have acted as a disincentive to general
commercialization, Thus, while
appearing to be useful ti> state and local
governments such licenses have actually
acted to their disadvantage to the extent
they have precluded private
.development of inventions useful to
state and local governments.

B. Paragraph c.-Reporting. Election,
and Disclosure

would be trade-secret information
exempt from public disclosure.

J.Appeals
As a result of a number of coniments,

it was determined thst the sppeala
provisions of Part 5.g. of tha Bulletin did
not address the full scopa of appealsble
decisions and that particularly in
forfeiture cases more detailed
procedures should be followed. Part 14
has been revised accordingly. However.
other recommendations to allow appeal
to the lead agency were not sdopted .
since a numberof .enciea were

. concerned that thia would Interfere with
their prerogratives.

Since It Is anticipated that In contract'
situations a number of these actions
would be subject to the Contract
Disputea Act. langua'ga was added to
Part 14 to expressly acknowledge that
procedures under that Act would fully
comply with the requirements .
established in Part 14.

.K. Multiple Sources ofAgency Support

One university snggested that there
was a need for sdditional guidance In
cases when a subject Invention can be .
attributed to mo~ than one agency
funding agreement. To address this
eoncem Part 16c. waa added to require
agencies to select one agency to
.administer a given subject invention
when there have been multiple agencies
providing support. It Is intended that .
only that agency could then exercise
march-in or take other actions under the
clause. It would be a matter between the
agencies as to howany actions of the
selected agency would be coordinated
with the others.

L. LeadAgency
Bulletin 81-22 noted that the lead

agency concept was under discussion
and solicited comments on this malter.
The Department of Commerce has been
selected as tha new lead agency based
on its prior experience and wide~

. interest in technology transfer.
productivity, innovation and
Government patent policy. The lead
agency will. among other assignments,
review agency implementing
regulations: disseminate and collect
information; monitor administrative or
compliance measures: evaluate the Pub,
[. 96-517's implementation: and
recommend sppropriate changes to
OMB/OFPP.

M. Optionol Clause Language at Section
Sb{l]{vi] ofthe Bulletin

The most commented upon "spect of
the Bulletin was the optional reporting
language authorized by Part 5.b.(1)[viJ.
Approximately 70 co~ents were· .

have been made as a result of the
comments.

Several agencies felt the procedures
were too formal and cumbersome. Soine
universities were also concerned that
there did not sppear to be a way for an
agency to reject a march-in without - .
going into a full-blown procedure. To
address these concerns Part 13.b. was
added to provide for an informal and
rapid agency decision making process a!l
to whether or not to begin a more formal

·proceeding. Part 13.h. was also added to
make clear thst an agency could
discontinue s proceeding at any time it
is satisfied that march-in Is not ..
warranted. ThIs emphasizes that march-.

· in is strictly s matter for agency
discretion. Even though an agency may
begin march-In because of the
complaints of a third-parly, that third
party does not have standing and cannot
insist on either the initiation or
continuation ofa march-In proceeding.

A number of universities asked that
· time limits be placed on the duration of
a march-in proceeding. It Is not believed
to be practical to plsce an overall time
limit on a march-in proceeding,
particularly since delays in fsct-finding
might be the result of contractor
requests for delays. However, Part 13.b.
includes a 'procedure for informal
agency decision-making. sa noted
above. with specified time restraints. In
addition, Part 13.g. places a 90 day time
-limit on the issuance of a detennination
after fact-finding is completed.

Several universities also
recommended thai march-In .
determinations be appealable to the
lead agenCy. However. this
recommendation was not adopted, It la .
believed the procedures established will
ensure that march-ins sre only axarcised
after careful consideration. Contrsctors
may also appeal any arbitrary decisions
or those-not conducted in accordance
with proper procedures to the courts.

Part 13.j. was added to clarify the
relationship of the procedures of the
Contract Disputes Act to the march-in
procedures of Part 13 c.-g. to the extent
a detennination to march-in is
considered a contract dispute.

Several universities also
recommended that march-in proceedinga
be closed to the public where
confidential information might be
disclosed. Language has been lncluded
in Part 13.e. to require this. The
information on utilization obtained as
part of a march-in Is consi,,.ed within
the scopa of the utilization information
which agencies are required to obtain
the right to under 35 U.S.C. 202[c)[5). and
the same statutory exclusion from
disclosure is applicable to it. It can also
be expected that the same information
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period was lowered from six months to C.Paragraphk ·3. Authority-,This Circular is issued
two months after contractor personnel There were several comments on _pursuantto the authority contained in 35
'become aware of the invention. para!!!'aph k, Some Commentators were' , U.S.C. 206(Section 6 of Pub. L,96"517, '
Paragraph (c)(1]also contains revised apparently unware that these "The Patent and Trademark .
languase to ensure that contractors keep restrictions are required hy Pub. L 96-' Amendments of 1980"J.
the aseney informed as to initiation of 517. One commentator lricorrectly , " 4.Backgraund. After many years of
the one year statutory period within interpreted paragraph k, (2)as requiring public debate on means to enhance the
which a patient application must be .agency approval of exclusivalicenses to utilizalion of the reswt. of GovemmeriC
filed in order to obtain a valid patent In- large firms, whereas the language only funded research, Pub. I" 96"517 was
the United States. The period in which requires approval of licenses to such enacted. This Act gives nonprofit
an aseney may require an election of firma which would exceed the five and organizations and small businesses.
rights has also been increased from 45 eight year periods in the statute. with limited exceptions. a first right of

, days prior to a U.S. atatutory bar to 80 Probably the most significant refusal to title in inventions they have
days, However. the requirements that a comments in this area were related to made in performance of Government
contractor also file 45 days prior to the. the use of the word "any" in paragraph grants and contracts. The Act takes
bar date has been eliminated. but k, ( ) I . d t th th f' precedence over approximately 28.. d 3; twaspomte out i at euseo.confllctingsta.tutory and administratlve ..,

, " paragraph (c)[3) bas been revise to the word "any" could be interpreted as policies. '
require the contractor to file before the reqwnng" shanng' of gross royalties

, Under the Act. the Office of FederalU.S.bar date in all cases. It is believed whereas many universities have sharing I

~:~ti~:o~ ~~e':'~ tlu".":~~~~1:0~:~:: ~:ilifs~~~::;:~:h~~~rd m • ;::~ilii~}:tO~":i~?:';:Jei~f ille"""
also expected that an interested ageney "any" has been dropped since it is not in regulations implementing 35 U.S.C. 202-
Should be able to discuss with a th tatut 1 Th int t Is.th t 204 after consultation with the Office of,,,- e s ory anguage. e en IS a Science and Technology Policy [OSTP].
contractor its plans for filing.If the -" nonprofit organizations share either on a
contractor has aubsequently changed its net or gross basis in acccrdence with On July 2, 1981. OMBBulletin 81-22was
mind, the agency should be able to .. their usual policies. i.ssued to provide interim regnlalions ..
either convince the contractor to rescind " There were also a few ccmments tbat while agency and public comments we,J:'8

ak tl d • sought. Based on a review of theseits election or to t e Ii e un er . ' some minimum sbaring formulahe thi C' I ..
. paragraph (d) on the grounds that the '1' established. However, this suggestion. comm~nts, s. Ircu.ar is ,ssue~ to
contractor has. in effect; abandoned its . was rejected as be,ing inconsistent with ••••. estarl~h perm;ne~t~pldmejllrr right""
application. Should any real problems ill " the legislative intent as manifeston p. 33~gn a ons an a s.an ar paten ...8.

..,,'" ,.this area develop in the future, ...··1 of.Senate Report 96-480. ". ".""""'"'0"."".'."'.7"... '.·~5·1l.~n.e·1·' " '.'a·S' 'Th' CO' "1" ""~.'. i .••.."'.". -""""d "-.,', 'Id !ie" . . .. '.... .' ., ......•. •rO lcyan cope. 's IrCU ar· .,' ,', "'''",
..... ~0ghn~~n..~,"raa':fn the°clausegtpr:~~s\~~s to .. Paragraph l-Communications . . takes e~ecton March 1; ~982. and will'. . ""

....... Ph . I but A h h b dd d'" .b,apphcable to all Iundlng agreements" .._coverc~sesw enacontractoreects t newparagrap as eena e. l1t.,.....···th'·llb ..· "··'fi' d do .'1',..,-
- makes no progress towards the timely the end of.the clause in which agencies' ~ sma usmes~ Inns an omes ic

ti f filing are instructed to designate a central nonprofit organizations executed on or
prepara on or . ,....... . '. .' .'. after that date. This includes

One commentor expressed the point of contact for administration of the b tr t t r d ft
concern that the clause requires a clause. This paragraph was added as Ii MSU co

hn1 a1c98s2awianthY ,erlm
l
ba e.a erfi

• . if . re It f b f t arc" sma usmess trms
COnitracrightor to fileh·°ulredIgnb paltents

th
,t s..~~eS~inga;furli~uC:r"':eepn~1IiSion in an,dnonpr~fit organizations even if the

eect8. _ts, It 8 0 _ e c ear at -00.. '. _ - pnmejunding agreement was made
while there is an implicit obligation to the bulletin that contact pomts be . t'M h 1 1982 Unl hibit d
'fil .. . I I" h . indenlified throughout the clause pnor 0 arc, . ess pro , I e
.: e an initia patent app tcation w en an . .. :by law agencies are encouraged to treat
elaction is made the langnage is not whenever notices or commumcattans to bi t' ti d d fu di
. d d \ th filing f ~ .. the agency were required su jec mven Ions ma e un er n IDS
mten e to require e 0 roreign , . agreements made prior to July1 1981 in
applications. instead, it is intended to OMBCircular No. A-l24 follows. substantially the same manner ~s •
establis~ a cut-off point ~o that.the DoD~d.E.Sowle, contemplated by Pub. L.96-517and this

_.sponsonngagency can file foreign Administrator. Circular for inventions made under
applications if the contractor decides· Circular No. A-124 funding agreements entered into
not to. subsequent to July1. 1981.This can be

in short, the clause provisions have February 10.1982. accomplished through the granting of
.' been written to ensure that agencies are To the Heads of Executive Deparbnents waivers of title on terms and conditions

able to make U.S.filings in cases when and Esteblfshments. substantially similar to those set forth in
contractors have received reports from Subject: Patents-Small Business Firms the standard clause of Attachment A.
their inventors in time to allow this but and Nonprofit Organizations. Agencies should be alert to
are \,ot themselves interested. Where . 1. Purpose. This Circular provides determining whether amendments made
auch initial fiIlngshave been made, the policies, procedures, and guidelines with after March 1, 1982, to funding
clallB!, is designed to protect the respect to inventions made by small agreements entered into prior to July 1.
opportunity for the filing of foreign business firms and nonprofit 1981, result in new funding agreements
patents in cases when a bar was not- organizations. including universities. subjects to this Circular and the AcL
created prior to the initial filing. under funding agreements with Federal Renewals and continuations after March
However, it has been determined to be agencies where a purpose is to perform 1,1982. of funding agreements entered
unreasonable to require contractors to experimental, developmental, or into prior to July1, 1981.should be
forfeit domestic rights because research work. normally treated as new funding
publication creates an Immediate bar te 2. Rescissions. This Circular agreements.
valid patent protectlnn in some foreign ,supersedes OMS Bulletin 81-22 effective .This Circular is intended to establish

, countries.. March 1.1982. uniform and coordinated
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implementation of 35 U.S.C. 200-206so organization qualified under a state agenq tIoaI enIe.. Imo ...y fundiug
as to foster the policy and objectives set nonprofit arganizetion statute.'. a8'.........1118 with _lOfit oJllllnizaliou
forth in 35 U.S.C. 200. . 7. Use of thBPatent Rights {Small or small business finDs during \he

6. Definitions. As used in this Business Firm or NODprofit applicable reporlills period shaY
Circular-. Organization] {Marcb 1982]Clause. .. eccamalete aDd,at the request of tIoa

a. The term "funding agreement" . a. Each funding agreement awarded to Compboller Genenol, provide tIoe
means any contract, grant, or a small business finn or domestic Comptroller GeoeriII ur hio or hercLsly
cooperative agreement entered into nonprofit orgailization which has as.. authcnaed repreo.....ti~,the tam!
between any Federal agency. other !halt purpose the performance of number of jlriQlagreesneHIB eB!ered
the Tennessee valley Authority, aDdany . experiIpental. development or research into with small bailless fi<ma or • .
contractor for the perfocnance of.work shall contain the "Patent Rights nonprofit oqpmi:Iatiane that conlaiD the
experimental, developmental, or . (Small Business Fum or Nonprofit . , .. patent rights clause of Attaclmlent J'i
research work funded in wOOIe or in ,.Organization) (March 1982)"clause set .during ea period of Octobe<1 thIOush
part by the Federal GovernmenL Such forth in Attachment A with such • .September 30, b S· -ins October 1.
term includes any assignment, modifications and tailoring as may be 1982.
substitution of partie.. or subcliDtract el authorized in Part 8, except that the " ·c. (1) .. -ode...... adviood tIoatlWl .
any type entered into for the· funding agreement may contain . '"6"
performance of experimental, alternative provisions- . z.e. applies to subcontracts at any IieJ'
d I I, ch __L de (1) Wh th fun......- . Dli f under prime funding agre"""",ts witIleve opmenta or resear w..... un rene ---a agreeme s or contractors that are other th881 small
a funding agreement, as herein defined. ,the operation of a Govamment-owned

b. The term "contractor" means any research or production facilil)'; or .:.business firms or DOI)pI'OfJl
person, small business firm or nonprofit (2) In exceptional circumstances when organizalloos. Accordingly, agel.,...,......."'.;.",
organization that is a party to a funding (illS demmIned by the agency that ' shoulcl take _ajAiate selia to ens_
agreement. 'restriction or elimipalioD of the right 10 that this requiJement is reflected In !be

c. The term "lnvenlioD" means any retain title to any subject invention will patent c1aUl.. of such prime fsndiDs
Inventtca or discovery which is or may better promote the policy and objectives agreemeDla awaJded after March 1.
be patentable or otherwise prolectableof Chapter 38 of Title 35 of the United '19820
under Title 35 of the United States Code. States Code: DI' (2) In the ""'" 811 agency h8l8
. d. The term "subject invention': means (3) When it Is determined bya ' outstan<!ins prime funding sgr""""",,"

any invention ofa contractor conceived Govel'JUlleDl authority which is ..••. that do not Cont8lB patent fiow-dowR
or first actually reduced to practice in "authorized by sta!]lle or executive ardeI" . 'provlslons comislent.mll eithei' thiS
the performance of work under a to conduct foreign Intelligence ... .Circul... or OMBBuIIetm~ (if itwas

" .funding agri!eDl~nt. '.... ',.., '. c ,. " ..counterintelligence activities that the· "applicable a! the lime the ftmding ... ,o. --.'

e. The term "practical application" restriction or elimination of the right to agreement was 1IWlIrded), the agency
means to manUfacture in the case of a ..relaln title to any subject invention is .',.' shall take appropriate ,&clion to ensure'

"coDlposilion or product, to practice In ··.necessary to protect the secnrilyofBuch •••·'that small busmess finns or domestic' :--' ...>,
. the case of a process or method. or to . 'actlvitie..· ',. 'nonprofit orgsi>lzatlon subcontractors

operate in the case of a machine or", b. (1) Any delerminatioa under Part .' under such prime funding agreemen18
system; and, In each case, under SUCh7.a.(2) of this Clrcular will be In writing that received theirsubconlI_ after
conditions as toesiablish that the and accompanied by a written July 1, 1981,will receive rights in their
invention is being utilized and that its statement of facts justifying the subject Inventions thet are conliisteDl
benefits are, to the extent permitted b.y determination. The statement of facia with Pub. L. 96-&7 and this CircIIIar.
law or Government regulations, will contala snch information ali'the Appropriate actions might include (i)
available to the public on reasonable funding Federal agency deems rele'lant amendmeDl of p'- conlracls and/...
terms. and. at min;mum. will (i) identify the subcontracts; (Ii) reqnirlng the inclusion

f. The term "made" when used in .small business firm or nonprofit of the clause of Attachment A ali a
relation to any invention means the organizelioD Involved, (Ii) describe the conditlnn of agency approval of a
conceptiop or first actual reduction to extent to which agency action restricted b th of a..
practice of such invention. or eliminated the right to retain title to a . su contract; or (iii) e granting ti

g. The term "small business finn" bi t i ti [iii] t t th • t to the snbcnDlractor to identified subject. su jec liven on, ill a a e e rae s invenlloos on terms substaatially the
means a small businessconcemasand rationalesupporting theageney same 8S contained in the clause of
defined st section 2 of Pub. L. es-see (15 action, (Iv) provide supporting Attachment A in the event the
U.S.C. 632)and implementing documentation for those facts and

.regulations of the Administrator of the rationale, and (v) indicate the nature of SubCODlract conIaIns a "deferred
Small Business Administration. For the any objections to the agency action and determinatioa" or "acquisltfODby the
purpose of this Circular; the size provide any documentation in which Govermaent" type of patea! rights '
standards for small business concerns those objections appear. A copy of the clause.
involved in Government procurement each such delermfnatloll and written d. Ta qualify for !be cIa_ iii
and subcontracting at 13 CFR121.3-8 statement of facm will be &eiit to the Atl8lchmeDlA. s prospectiw ccououthns!Cctclm"
and 121.3-12, respectively, will be used. Comptroller General el the United may be required by an agency to certify

h. The term "nonprofit'organizetlon" States within 30 days after the awan!. el that it fa eilber a small OOslne.. fiJ:IIl or
means universities and other inslilullelia the appllcable funding agreemeuL In 'a domestic IKJDIll"lfil organizatloa.lftloe
ofhigher education or an organization of cases of determinaticms application Ie agency has re..- to questiOll the.-
the type described in section 501(c) (3) small b1mIne.. 1irms, copies will also be' . of the prospecti1le coDlraclar as a small
of the Internal Revenue Code of 1954 (2lI sent to the ChiefCounsel fur AdVOClICJ business firm Dr domestic "wqaofit
U.S.C. 501(c)) and exempt from taxation of the Small Busines. Administration. organizatiou. It may &Iea proIeII! in
under section 501(a) of the Internal (2) To asslat the Comptroller General accorduce with 13 CFR121.s-& if smaH
Revenue Code (26 U.S.c. 501(a))or any to accomplish his or her respoasihilitlea buaine.. firmstatus is questioned or
nonprofit scientific or educational under 35 U.S.C..202, each Federal require the prospective contractor 10
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furnish evidence 10 establish its status . internationalsgreement. For example, in....which thecontrsctorls required 10 make. ,,,.
as 8 domestic nonprofit organization. Borne cases exclusive licenses or even. an election if the contractor has not

8. Instructions for Modificotion and the assignment of title in the foraign ,,'w ·made an election within that lime, , "':: .
Tailoring of the Clause ofAttochment A. country involved mlghl be required. . Simiiariy, an agency may honor an

a. Agencies should complete the blank Agencies may also modify the langnage FOIA request at Its discretion if It flnds
in paragraph g.(2) of the clause of above to provida for the direct licensing· ': ·..that the same information has "... . "

.'Attachment A in accordance with their by the contractor of tha foreign previously been published by ,the·" > " ..
own or applicable Government-wide governmentarintemational ':"'." Inventor, contractor-or otherwiae. Ifthe .,.
regulations such as the FPR or DAR.Th,!. organization. agency plana to file Itself when the ..
flow-down provisions of the clause cited e. To the extenl nol required by other" contractor has not elected title, it may,

• by the agency should of course. reflect provisions of the fundingagreement. 'of course. continue to avail itself of the
the requirement of Part 7.c.(1J. agencies may add additional authority of 35 U.s.C. 205.

b. Agencies should complete subparagraphs to paragraph (/) of the c. As authorized by 35 U.S.C. 205.
paragraph 1. "Communications" at the patent rights clause of Attachment A to Federal agencies shall not release copies
end of the clause of Attachment A by require the contractor to do one or more of any document which is part of an
designating it central point of contact for of the following: . application for patent filed ona subject
communications on matters relating 10 •... (1JProvide periodic [but no more . invention to which a small business firm ""~'
the clause. Additional instructions on frequently than annually) listings of all .. 'or nonprofit organization elected to
communications may also be included in subject inventions required 10 be . retain title. .

. paragraph1.. . • ': • .... disclosed during the period covered by . d. A number of agencies have policies
Co Agencies may replace the italicized the report: . '·.'to encouragepublicdissemination'ofthe

orunderlined words and phrases with (2) Provide a report prior to the close- .. ··reilultsofwork supported by the agency
those appropriate to the particular out of a fundingagreemenllisting all through publication in Government or
funding agreement. For example subject inventions or stating that there .other publications of technical reports of
"contract" could be replaced by "grant", werenOiF:.contractors or others. In recognition of
"contractor" by "grantee", and (3) Pro'de tifl ti f IIVI no ca on 0 a the fact that such publication, if it
"contrecting offiCer" by "grants officer," subcontracts for experimental, Included descriptions of a subject
Depending on Its use, ''Federelogency'' developmental, or research work: and invention, could create bars to obtaining
can be replaced either by the' (4) Provide, upon request, the filing patent. protection, it is the policy of th~
identification of the agency or by the date. serial number and ti.tle: a copy of .executive branch that agencies will not

_ . specification ofthe particular office or the patent application: and patent. include in such publication programs, •c .:
· official within that agency. number and Issue dale for any subject copies of disclosures of inventions

.•. ·_'c·",d.Whellthe agellcy h~ad or duly .... Jnvention in any country in which th~" .._,,,,,ubmllled bysmall businessflrms'Or',""'f-.~c''''F'"''
. ",,' author"ized designee, deteriIilnes.8t the~'T'- '~-:contractor has applied forpatents; "u:_: . ":~>~::llo.nprofit_orgairl.zBUOnSt pursuant-to" _,; ,~,~".' . ~ ',_,

fE:~~::€~~:£~ii~~~;~~:t~:~ ·ln~~;~~f.~~~fiSd:l::::::ws: ·~~~~t£:!:i~~~~~~~~g~ar~~~,0~~_:
to acquire the right to sublicense foreign

I Federal agenciesare authorized to authorized te release such informationgovernments or intemationa Id fro dI th bwithho m sclosureto e pu lie pursuant to FOIA requests under Part
organizations pursuant to any existing information disclosingany inventionin which9.b. above. agencies may publish such

c'
treaty or agreement. 8 sentence may be theFederal Government owns or may own a disclosures.
added at the end of paragraph b. of the . risbt. title.or fntereet [including a thing thi d d
clause of Attachment A as follows: nonexclusivelicense) for a reasonable time in e. No . in .s Part is inten e to-

orderfora patentapplication to be filed. preclude agencies fromincluding in the
This license will includethe right of the bli ti it' d lb d i thFurthermore, Federal Ac.nciesshall nat be pu icatton ae Vies escn e m eGovernment to sublicense foreign -0- firs f d. th

d . I I' required to releese ccptea of any document t sentence 0 Part 9. . egovernmentsan mtemationa organzations .
pursuant to the following treaties or whichis part of an application -for patent publication of materials describing 8
international agreements: : or pursuant filedwiththeUnitedStates Patentand subject invention to the extent such
to any future treatiesor agreements wi~Trademark Officeorwithany foreignpatent materials were provided as.part of a
foreign governments or international office. '" technical report or other submission ef

-: organizations. b. To the extent aU'thorized by 35 the contractor which weresubmitted
The blank in the above should be U.S.C. 205, agencies shall not disclose to Independently of the requirements of the

completed with the names of applicable third parties pursuant to requests under patent rights provisions of the contract.
existing treaties or International the Freedom of information Act (FOIAJ However, if a small business firm or
agreements. The above language is not . any information disclosing a subject nonprofit organization notifies the
Intended to apply 10 treaties or invention for a reasonable time in order agency that a particular report or other
agreements that are in effect on the date for a patent application to be flied With aubmisslon contains a disclosure of a
of the,aY'ard which are not listed. The respect to subject inventions of subject invention to which it has elected
above language may be modified by contractors that are small business fIrmil or may elect title, the agency will use
agencies by deleting the reference 10 or nonprofit organizations, a reasonable reasonable efforts to restrict its
future treaties or agreements or by 'time shan be the time during which an publication of the material for six

· otherwise more narrowly defining Initial patent application may be filed . Dlonths from date of its receipt of the
classes of future treaties or agreements. under paragraph Coof the clause of report or submission or, if earlier. until
The language may also be modified 10 Attachment A or such other clause that the contractor has filed an initial patent
make clear thst the rights granted to the may be used in tha fundlrigagreement. application, Agencies. of course, retain
foreign government or international However, an agency may disclose such the discretion to delay publication for
organization may be for additional subject inventions under the FOIA. at its additional periods of time.
rights beyond a license or aublicense if discretion. after a contractor has elected f. Nothing in this Part 9 is Intended to
so required by the applicable treaty or not to retain title or after the time In Umit the authority..,f agencies provided
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In 35 U.S.C.205 in clrcwu'-"ces DGt notify the COD_or ill WIiIiIIs of tile .heari118 that imalvea "'sllmany or
specifically described in thiePariS. information and.request iDfODai evideDllltrelating to !lie uliIlEati.... or

10.Reporting on Uti/imtiOl1 afSu/ljeDI written or oral eammenla Bamtile ·e£forteat obtalDIns udlizatioa that are
Inventions. . contractor. ill the eheence IIIlIlY being made b¥the CGDIreetor. ibo

a. Paragraph h. of.the clause of commeuta from tha coaIracIor withia» assignee. or Ucenseea shall be cIoeed to
Attachment A providea that agenclea . dallS, the ageDClf~. III ile dlec:retlo...·,. .the public, indudlns poteDtiaIlI!e...........
have the right to receive periodic reporteproceed with theproeeduJea below. If• - f. TheoIflclal conduclinl the fad.
from the contractor on utilization of' comment is received. whether or J18t . finding shaIJ prepare wrIl11!D IimIIngsof ..
Inventions. In accordance with such within 30 days. then the ag.ncy shall, .' " fact and transmit them to the bead of tha .
Instructions as may b. issued by tha within 1IO day. afte< it recei_ tha agency or designee promptly after tin!
Department of Comm.rce. agenciea commeBl, either lDlliale the procad1U8l conclusion of the fact-flmllag .
shall obtain such information from their·· below or notify the conlractor. ill .- '._ .proc••ding. A copy of the fIwdllJllli fIf'
contractors. Pending such inatructiona.wrlting, that It will not plUllWl marc1I-IIl ·f.ct·shall be sent to the walt_
ageneies sbould not impose reportinl rights b.sed on the infollllatlma abeut (asslgne. or exclusive l!cemIee} b)'
requirements. The Department of which the cuntractor wea nolliiatLregistered or ceitilled malL
Commerce and the agencies, In . .CoA march-in proc••ding s1IaI1 be . ••.. g. In ca... In which fact-lIndlDghIlS .

.' •conjunction with representatives of lnItiat.d by tha iss_ of a wrlttea. •..•.. been conducted. the head of the agency_""-
small business and nonprofit notice by the agency 10tile contract«- or d.slgnee shaD base bls or her
organizations. shall work together to - and Its assignee or eJ<clusLve Ucenaea, ea determination on lb. facts found,
establish a uniform periodic reportinl· .' applicable. stalinl that the agency is together with any other information and
system. ._ considering the exercise ofmarch-In argnmentsubmitted by the contractor ."

b. To the extent any such data or rights. The notice sha11state the reeaons" . (assigriee or excluslv. Dcensee). and lIlY
information supplied by the contractor Is for the proposed march-In ill terms.··· other informallon In lbe admlnl.trallva
considered by the contractor. or its sufficient to pul the coalractor on noliee record. The consistency of lbe exercise
licensee or assignee. to be privileged of the facts upon which the action would of march-in righla wIIh the policy and
and confidential and is so marked, be based and shall specifythe fie13 or objectives of 35 U.s.c. 200-_ and thIa
agencies shall not. to the extenl fielda of use in which the &gllIlCY is Circular shaD alsobe considered. In .
permitted by 35 U.S.C. 202(c]C5]. dlsclo.e considering requiring licenalng. The cases referred for fact-findiag, the head
iluchinformation to persona outside the notice ahaII advise the contract« - of the agency or designee may r$cl
Govel'Iunenl:. (a.signee or~ve ~cansee] of ita .: only those facts that have been found

11. Retention ofRights byInventor.. ,. rights. as sel forth m tbia~and.m.·that are clearly erroneous. WritleD
Agencies which allow an Invenlor 10. " any supplemental agency regu)ali..... •'., notice of the determination whether

.... '_ret.inrigb\~!o,a l/Ubject lnve{'tion~ade.sThe determinllti°ll.to "'!81"'Iae ~_,t,~march-in rights will be exercisedJlhaiI·-.·" -~. . .. "
.: und!," a furiding agreement With!"smllJl -s , righla shall be made by thoillaad of the . •. 'be made by the heall of the ageacy or

busmess firm or nonl1rofil orgamzation .~ency or deaigaae. excepl U provided. designae and sent to the contraclor
c._contracto;. ~sautlt0nzed by.35 U.S.(l. .,•. -~ Pari ~3'J. below.. '. .' ••• -, ,",'>2. (easigaae or exclualva llcenseel by:; . .., •. '

. .. 202(d].will hnpose upon the inventor at .' d, Within 30 days aflar receipt of the certified or'regi.tered mail withia 90 .'. .'
least those c~ditions thet would apply written notice of march-in, tha day. after the completion of fact-finding
to ~ small busmess~co,!'!."~or • ~ontractor (assigne~ or exc1uaIv.. or the proceedings will be deemed 10
~ner l1arsgraph. d. (il) ann tiii). f.(4) h.. 1I",:~ee] may submit, in peraon, m have been terminaled and thereafter_
I.; and J. of the clause o.fAttachmenl A. ~ting, '!r through a repreaentali~ . march-in based on the facts and reeaOllS

12. Government Asslgnment to information or argamenlin oppo1lIlioII.l8 hich the proceeding was iDItIaIed
Contractor ofRights in Invention of the proposed 1118Ech-m. includiIlg lIlY . uponbe exercised.

. Government Employee. In my C888 .•dditional speclficlnformatiOD which may e t lima
when a Federal employee ill a ee- raises "genuine dIspuleover the t ~ge=~a any cllniifll'
inventor of any invenlion made under e material facts opon vrIrlchthe march-ill e ti fi d thatil~ P';'~18 ..
funding agreement with a amaI1 buslneas Is based. If the Information preserrted sa s .e . no
firm or nonprofit organization and lba raises a genuine dispute over the ex~...... march-m rigbla.
Federal agency employing such co- material facts. the head of the agency or. . I. The.procedme!s of~ Part she1I
inventor transfers or rea.signs the risbt designee shall undertake or refer the ."!-soappl~!o the exerct8e of.~arch-ln
it has acquired in the subjeclinvenlion matter to another offlclal for fact. rights a'!amst !Dventors racel\QDg title to:
from its employee to tha contract« as finding.. subjectmv~ lIIIdar35 U.s.c. 202(d]
authorized by 35 u.s.c. 202(e]. tha e. Fact-finding shaD be conducted In ~d. for the! purpose. tha lerm
assignment will be made subject to the accordance wlth the procedures contracto~ aa used~ tbia Part .ha11 be
same conditions .s would aPPly 10the est.blished by the agenCy.9nch de~med to:' mcl1l~ the mvenlor.
contractor under the clause of procedures shaIJ be lIS lnformaI as J. Notwithstanding th.elast senle~of
Allachment A. practicable and he consi.tent with . Part 13.c.,.a determiDalion 10exercma

13.Exercise ofMorcb-in Rights. principles of fandamental falmeas. The . march-ln m cases where the subJec;.t
a. The following procedures sb~ procedures sbould affuld the oontraetor invention was n:~e unller " wnl..",I.

govern the exercise of the march-m the opportunity to .ppear with coonsel, may be.made lnilially br the ccQtracIiRs
rights of the agencies set forth in 35 .ubmil doCllDllintary evidence. presen~ officer m accordaBca With the
U.S.C. 203and the clause at Attachil>eul wilOe.... and confronlsuch persona as procedures of the Contract Dlspllles Act.
A. the agency may present. A transcribed In .uch ca.... lba procedures of thlt

b. Whenever an agency receives record shall ba mede and sball be . Contracl Dispulea Act will eppIyinIi.
information thaI it believe. might available al co.1 to thecontractor u""" .of those in Parts 13.<1.11. obeve (except
warrant the exereiee of march-in rights, request, The requiremanl for. that the Jasl senlence of Part 13.e..shall
before initiating any march-ill transcribed record may ba waived by continue 10apply]. Howevar. when the
proceeding in accordance with tha mutual agreemenl of the contractor and. procedures of thIaPart 13.j. are used, the
procedures of Pari 13.c.-h.below. il shaH • the agency. Any portion of a fact-finding contractor. esatsm!e. or excInsiva
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n_ewill DOtbe required 10grant a .Act willlllltlsfr that8cl"m",,8"1lI of "0,•• ,, 'follow th,rg1l!dance'provldedin41 CFR' ." .•
IlceaJe BDd the Gcwemmeot will not PlIrts 14. b. BDd c. aboYe.., •• ...>1-9.109-5 or 32 CFR &-109.5.' ,
srant any nceDSemil! after either: (lJ 90 15. LicengingofBacJwroundPatem-> ..:.:"'O-:c.in·the-eventa subject invention is'
d8)'tl from the date-Dimecontractor's .jUgh" to ThirdPartiss. ;,inade under funding agreements of more
.-tpt of !beCODtractiDg officer's '. a: A funding asre-t with a amaU than one agency. at tha request of the '
decltioD, if00 appealof the decision hasbusmess firmor a domeollc nonprofit 'contractor or on their own initiative thl!
been made 10an agency board of ors~tion will not .....tain a Pfl?vlsion:"agenciessliaH designate one agen,,~ a8 .

.. contract appeals, or Ifno action has aHowmga Federal ageacy to reqwre the ""'responsibla for administration of the
been bro1J8bt under Section 10 of the Act &ensing 10 third parties of Inventions' righlllorthe GOvernment in the ..
10Iithin lhat time: or (2) the board or owned by the contractor that are not Invention.
co""" as.q.ecasa DlSy be, has made a aubjectlnventlons unless such provision. 17. Modification ofExisting Agency
final decisioa In cases when an appeal has been.appro~by the afjency head Beau/ations. '
oc,acllcmh.. bean brought within 90 ' and a wntten justification has been a. Existing agency patent reguletions
days of1he contracting officer's signed by tb;e agency bead. Any such or other published policies concernillg
cI8cIsiOD. provision will clearly state whether the inventions made under funding

'.k. ASencies are authorized to iasue licensing maY.be required In connec!i0n ." agreements shall be modified as
.8Upp!eJi:tental procedures. not. ..' with ~e praclice of a subjectln-:ention,. "" '. necessary to,make them consisteilt ",Ith
Inconsistenl herewith. for the conduct of a specifically identl1led war!< object, or . this Circular and 35 U.S.C. 200'-205.' . .

.DIarch~1n proceedings. both. The ~ucy heed IB8Y not delegate .,' Agency regulations shall not be more,
C.. u..A'ppeo/s. the au~ty 10approve aach proVIBIOI1ll .. '.. restrictive or burdensome thaD the .
". a. 'lbe agency olliciallnltially ." .. or 108J8I1 ~e jnotificatioDrequired for "'·provisions of thisCircular.
authorized to take any of the following such proVl8lOnB. '. ' ... b. After March 1. 1982,this Circular

· 'actions shall provide the contractor with b. A Fe~ral~ will not reqwre .and 35 U.s.c. 200-206shall take
a written stetement of the basis for his the licenslDll of third parties under any precedence over any confilctlng agency

· or her action at the time the action is such ~vlslon unle.. !beagen.cyhe~d regulations or policies.
'" .taken, Including any relevant facts that detenom.. lIIat the11lJII d the mve'!tion 18. Lead Agency Designation. In Order

were reUed upon iii taking the action: by others is neceuary fur thepraclica of . th Offi f al .

wS!r~=:~~:C:j:.r~:Xc\'::':'i;~f ~~~~j:~:':r::6':dr:s~;;::n~ 'ITi~~OI;~F-=that35 .~.•••.•••••..•
Attachment A. and that sach action is necessary to . . . an . s ar are '1If\.•.

(Z)A request for a conveyance of title achieve practical application of the . impl~mented m a uniform an~ . .
under paragraph d. of the clause of subject inV8"tion or War!< object. Any" conslste.n~'.'I!1nner, the !ollowmg -
Attachment"A. ' such determination will be on the record . responsibilities are assigned 10the,

• (3) A refusal to grant a waiver, Wider . ' after an upporluility for .... 8llencY"·7,,",,\.l,ePlll1nlentIl{CollllI\erce (heree.f\erc'o;r;;,"'"","-"''''
· paragraph i. of the clause of Attachment hearing, BDd the contractouhall be <~l!ferr~d to as 'The Departmenl ). 0ih~r ..,

A. ..•. ., .. ', . gi,venprompt notlficalign of the . .·:llicles ¥ fulIr fu:.perate and aS~ls~
""as~!~'::r~rc;;:;hk.(l) of the ..•':!:'at;jinatioD by cettified or regtstei',;d'0,,-,resp:n~s;uo ". ese .. ':"o,S"~lf,.,,,·;,,·,·' ~ ..

clause of Attachment A. 16.AdminiMrotion ofPalent Rights a. The Depm:tmeot will monilor
(5) A refusal to approve an extension . Clause.' agen?y regula~ons and proced~sfor

of the exclusive Iiceosa period under' a. It is important that tha Government .' ",?nslstency Wlththe Act ~d thi~.
paragraph k.(2)of.the clause of and the contractor know and exercise Circular. and It shall provide
Attachment A. their rights in subject inventiOllB In orderrecommeodations to OFPP and agencies

b. Jlacb agency shall establish and to ensure their expeditious availability whenever it finds inco~istencies. .
publish procedurelunder which any of to the public, to enable the Governmeot. b. The D,:partment will consult With
the ageucy actions listed in Part 14.a. the contractor, BDd the public to avoid representatives of ~enci~s and
above may be appealed to the liead of unnecessary payment of royalties and contractors to obtam advice on-
lIIe agency or designee. Review at thla to defeod themselves against cla~s and .(1) '!te development of th~ periodic
level shall """"ider both the factual and sutlll for paten! iofringement. To attain reporting system required under Part 10
legal basis for the ection and its these ends. ccntraclll abouId be 80 . of this Circular. and.
consistency with the policy and administered thaI: '(2) changes in this Circular which may
objectives d 35 u.s.c. 200-206BDd this (1) Inventions are identified. be needed ~ased on actual experience
CircuIer. disclosed, and an electioo is made as under the Circular.

c. Appeals procedures established required by the contract dause. CoThe Department will accumulate.
under Parl14.b. above shall include (2) The righlll of the Government In maintain, and publish such statistics
administrative due pmce.. procedures such inventions are established; and analysis on utilization andactivities
and standards for fact-fini!ing at least (3) Wheo appropriate, patent under this Circular and~der
COlIIIl""lIbie to those set forth in Part applications are timely filed and Gov~entpatent policles and .,',
13.e'"1I,'of this CIrcu1ar whenever there prosecuted by contractors Drby the practices generally. as may be agreed to
Is a dispute a810 the factual basis for an Government; between the Department and OFPP.
agency reqnast for • conveyance of title ' (4) The righlllin palentapplications d. The Department will make
under paragraph d. of the clause of are documented by formallnstrumenta .recommendati'lns to OFPP on changes
AttachmOllt A. including any dispute as snch as licenses or asslgnments; that may be needed in this Circular.
to whether or not an inVelllion is a (5) Expeditious commerctaI utilization 19. Sunset Review Date. ThisCircular
s..bject invention. of such inveotlonsls achieved. j shall have a policy revie.w no later than

d. To the extent that 8Ayof the b. With respect to the cOllveyance of three years from the date of its issuance.
actions desaihed in Part 14.a. are license or a..ipmenlll to which the zo. Inquiries. All questions or
subject to appeal under the Contraclll' . Govemmentlll8f he eatided under the ,lnqniries shou1d be submitted to the
Dispute Ad, the JIf'!ClIdIll'll8 under that c1a1l8l!. AHeCbmentA..ncie. abouId . Office ofManall"menl andBudget,
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'Office of Federal Procurement Polley, to tha provisions of thia clause and 35 patent appllcatlona where snch fillng
telephone numhar (202) 3IJ5.4l81o. ' U.S.C.203. With respect to any subject has baen prohibltad by a Secrecy Order.
DonsldE. Sowle, , Invention In which the contractor (4) Reques18for extension of the lima
Administrator. retains title. tha Federal Government for dlsclosure to tha agency, election,
DsvldA. Stoclcman, shell hava a non....xcluslve. non- and fiIIn8 may. at tha dlscretlon of tha
Director. transferable. Irrevocable, pald.up funding FederuJagency, ba granted.

, " ' ' "license to practice or have practiced for 'd. ~o,,""Ii'o'"'Wb- the Go;'emm".t '
Attac:lun8ntA-CIrcuI8r A-UC or on behalf of the United States tha ' '" w._ _. "-'

The following Is the st~ndard petent subject invention throughout the world. May Obtain Title ,-.
"rights cleused to be used in funding CoInvention Disclosure, Election ofTitle (1)The contractor will convey to the
agreements as provided In Perl 7. andFiling ofPatent Applications by "Federal agency. upon written req\,est,

Contractor. title to any subject invention: " "
patent Rights (Small Business Firms (i) If th - I.n dIscI'
oodNonprofit Organizations) (March (1)The contraCtor will dlsclose e,{ch' 'elect the :ubi:~:':':=~thIn :':: or
1982}subjectinvention to theFederal 'Wency times specified In 0. above, or electanot
a.Definitions within two montha after the Inventor to retain title.

- (1) "Invention" mew any Invention :e::::l~~=-~10'::,:~~tor ' (i1) In those countriesln~ch'the '
or dlscovery which Is or may ba ' matters. The dlsclosure to the agency contractor falls to file pate,,! '
patentable or otherwise protectable sball ba In the form of a written repert applications within,the~es spec:ilied

'under Title 35 of the United States Code. and shall Identify the contract under In 0. above: Provided,hflwever. That if
, r (2) "Subject invention" meens any' " which the invention was made and the thecontractQr has filed,a patent
invention of the contractor conceived orlnventor{s). It sball ba sufficiently ""!l'plication In a country after thetlmes
first actually reduced to practicaln the complete In technical detail to convey a ,specified Inc-abova, but prior to Ita
performance of work under this clear understending, to tha extent ' receipt of the written request of the
contract. known at the tlma ef tha dlsclosure.of ",' PedelTl!'Wency, the contractor shall '

(3) "Practical Application" meens to the nature. purpose. oJ'8l8t1on,and the ~ntinue to retain title In that country.
manufacture in the case of a physical, chemical, biologicalor'(iii) In anYcountry In which the
composition or'product, to practice In electrical characteristics of the , ' , "contractor decldas not to continue the
the case of a process or method, or to Invention. The dlsclosure shall also ' prosecution of any application for. to
operate in the case of a machina or identify any publication, on sale or pay the maintenance fees on, or defend
system; and, In each case. under such public use of the Invention and whether ,in reexamioation or opposition
condltions as to estabUsh that the a manuscript describing the Invention' proceeding on, a patent on a subject

""'Clnvention is being utlllzed,and that ita ' , has beensubmittsd for publication and" ' Invention.
, b~nefits are, to the extenlpermltted by,', "if so. whether It bas been accepted f9r _, e. Minimum Rights to Contractor,

'fo" ';'lawor Government regulations, " publication at the time of dlsclosure.1n
'_ :i(~;i':i~"ailabl~loth~publlc:'onreailonable:,,;caddltion;after disclosure to the 'WeI!CY,' • ,AI) ;rhectiDtnJctor,will retain a "

tenn.. ,. "thecontractor will promptly notify the ' 'nonexclusive, royaltY-free Uc:eDi~' ""'0-

(4) "Made" when used in relation to 'Wency of the acceptence of any throughout the world in each subject
any invention meens the conception or manuscript describing the Invention for invention to which tha Government
first actual reduction to practice of such publication or of any on sale or pubUc obtains title except if the contractor

-invention. ' use planned by the coDtractor. fails to dtscloae. the subject Invention
(5) "Small Business Firm" means a (2) The contractor will elect In writing within the times &pacified In e., above,

small business concern ail defined at whether or not to rel8ln title to any such ' The contractor's license extends to ita
Section 2 of Pub. L 85.536 (15U.s.c. 032)lnventlon by notifying the Federal domestic subsidlarie' and affiliates. if
and implementing regulations of the agency within twelve months of any, within the carperate structure of
Administrator of tha Small Business disclosure to the contractor: Provided, which the contractor Is a perty and
Administration. 'or the purpose of thIs That in any case wbere publication. on Includes the right to grant sublicenses of
clause. the size standards for small sale or public use bas initiated the ana the same scope to the extent the
business concerns Involved in year statutory period wherein valld contractor was legally obligated to do so
Government procurement and patent protection can stl1lbe obtained in at the time the contract was awarded.
subcontracting at 13 CFR121.3-3and 13 the United States. the period for election Th~ license Is transfereble only with tha
CFR121.3-12.respectively, will be used. of tltla may be shortened by the 'Wency epproval of tha funding Federal 'Wency

(6) "Nonprofit Organization" meens a to a date that is no more than 60 days except when transferred to the
university or other institution of higher prior to the end of the statutory period. •successor of that perty of the
education or an organization of the type (3)The contractor will file its initial contractor's buslnesa to which the
described In section 501(c)(3) of the patent application on an elected invention pertains.
Internal Revenue Code of 1954(26U.s.c. invention within two ye81'll after alectlon (2) The contractor's domestic license
501(c)) and exempt from taxation under or, if earlier. prior ,to tha end of any may ba revoked or modlfied by the
section 501(a)of the Internal Revenua statutory period wherein valid patent funding Federal agency to the extent
Code (26U.S.c. 501(a)) or any nonprofit protection can ba obtained in the United necessary to eehleve expedltious
scientific' or educational organization States after a publication, on 881~. or practical application of the subject
quaUfied under a state nonprofit public use. The contractor will fils Inyention pursuant to an application for
organization statute, ' patent applications In addltional an exclusive IIcanse submitted in
b. Allocation ofPrincipalRights countries within eithar ten montha of tha accordance with applicable provisions

"orrespending initial patent application In the Federal Property Managemant
The contractor may retain the,enlira or six montha from the date permission Regulations. Tbialicense will not be

right, title. and Intereat throughout the is granted by the Commissioner of revoked in that field of use or tha
world to eech subject Invention .ubject Paten18and Trademarks to file foreign geographical areas In which the _.
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cc contractor has achieved practical patent applicaliono prior 10U.S...r - _0 - ~--ogency may re880nably .pecify.The- " _~_
application and continues to make the foreign statutory bars. __ c; - .n. _ contractor also agrees to provide -
benefit. of the invention reasonably (3) The contraotor will notify,the _q, .:::.:additional report. a.may be requested

~'acce8sible to the public. The license in Federcilagency of any decision: not to by the agency in connection with any
any foreign country may be revoked or conttnue !be prosecution of a patent march-in proce.dins undertaken by the
modified al the discretion of the funding application. pey maintenance {"",.,."r.;: ..• 'cogency in aocordanc. with paragraph j..

-::.:..,'<:; federaJagency lothe extent-the - . .defsnd in a _ree~tion oroppo~jtiO!1,:-.:,--,__ ~of this ,clauae.-To the extent dataor, . -_. ,-
d .·.·controctor. Ita llcen••••• or Ita dom••tic -proce.dins on a patent, in any country.:h'-'informatlon suppliedunder thi•••ction

subsidiari•• or affiial•• have failed 10 . noll••• than thirty day. before th.' Ia""nsld.red by th.e contractor. its
achieve practical application in that .xplration of the response period lic&nIe.or a••ignee 10be privileged

. foreign country. . .'. required by !be relevanl patent offic.. -. conlldential and I••0 marked. the
" (3) Before revocation or modification ., (4) The contraoteragreea to Inelude, ogencyagre•• that to the exlent

c..• of the license. the funding Federal Witblnthe .peclficatlo.n of any United permitted by as U.S.c. 202[c)[5).11 will
. ,{)gency will furnish the contractor a .Btatee palent application and any palenl nol dieclose such information 10person•
. written notice ofll. intention 10revoke is.uing thereon covering a subject . outside the Government .
(ir modify the llcen••• and the contractor Invention, th. following statement, -nus .' " ....
'will b. allowed thirty day. [or .uchinv.ntion wee III8de with Govemnienl i.P1j1f.1f1IJce forUnited StafB.lndustry
other tim. as may be authorii.d by the .. . ::.::.d~J:iJ~~=,:i-ct) 'N~hvith;I~;'din8;;"y oth.rpniVtslon' "'0

". funding Federol ogency for good cause ogencyj. The Governmenl has certain, . ". of~. c.lause.the contractor agree. thai .
. 'c. '., ..·.hown by the controctoll aft.r the .,rights in thiJ iJmlDtioJl.. .,_., ". : c:.n••therit norany a.,lgn•• will gr@ltl to.

. . notice 10show cau•• why the lie..... '. .•... .. ,..-c-'anYperson theexclu.lve righllo use or <
should not be revoked or modifl.d. Th. . g. Subcontrocts . ..11 any wbjecl invention in fhe United .
contractor bas the rlghllo appeal, In (1) Thecontraclol' will include thI' .' !llal•• unI.sa eucb person agre••. thai
accordance with applicable regulation. clause ,nllably modified 10 identify the OJ product.....bodylng th••ubject
in the Federal Property Manag.m.nt l'arIi~ in all aubconb:&cl8, regardIe., of iIlvention or produced through the use of
R.gulations concerning th.lIcensing of tier, for experlm.ntal developmental or the subject invention will be
Govemm.nl-own.d invention•• any reoearch work to beperform.d by a 'manufactured eub.tantially in the
decision concemlag the revocallon or small busin••• firm or domestic United Sial••. However, In individual
modification of Its hcen••, nonprofll organization. The ca•••• the requirement for such an
f. Contractor Action to Protect the .ubcontractor will retain all righta . agr••ment may b. waived by the
Governments Interest provided for !be oontractor in thiJ '.' Federo! agency upon a .howing by the .

clause and the costractor will not, a. .' .contraclor or ita assigneethat
.•• _(1) The contractor agree. to execute "Parlo! the consideration for awardins',c''''...'rea.onable·bul'UllsucCe••fu1 .fforta.hav.. . ,,,'-

'. ····C'!'r-!ohavi! executed and promptly the subccntract, obtain righta in the>"lJeen mad. 10granllic.n." on .imilar -: . 0,

.0 ..•••... deliv.r 10the Federol agency all.ubcontraclor'. subject inv.ntion.. ' .. '.. •••... term. 10pol.ntlallicen.ee. thai woulc! __

., '·'c;·;?~Jfi'ii;·~::;hi."·ih'fri:~~!:,~~~or'n'tJ~r~b:::a::U..Ji:'~dof~~~i';~:::~~~~~?::'=:':::~eally.iIl,00;",,'
.. throughoul theworld in tho•••ubject .xp.rim.nlal. d.velopmenlal or CIrcuin.tancesdomeetic manufacture i.

inv.ntion. 10which !be controclcr re••arch work th. pal.nl righl. clause not commercially feasibl ..

~~"tl.~:'?'::'f~~~:i~~ ::::;;:dtl
• :~1::n~:=j~~~r:.:.f;;;z::: '0 ••••• 'jMQrd,:in Rig/liB .

und.r paragraph d. abo"". and to enable 'DAR). Th. controctor agre•• that with
th. Gov.rnmenllo obtain petent . (3}In th. case .of.ubcontracta. al any .re.p.cllo any .ubj.ct invention in
prot.ction tbroushoul the world In thai ti.r. wh.n th. pnm. award with the which II has acqulr.d 1It1•. the Federal
.ubj.cl invedtion. F.d.ral ag.ncy was a contracl [bul nol a 'ogency has th. righl in accordance with

{2} Th. contrac1Qragreea to require. grant or cooperati"" agreemenl). the !be proc.dure. In OMUCircular A-IZ4
by wrill.n agreement its employee.. ag.ncy••ubcontractor. and th. (and ag.ncy regulalion. al ) 10
other than cl.rical andnontachnical co":tra~tor agree thai t!'e mutual . requlr. th. contractor. an a••ign•• or .'

.'.mploy•••• to disclo•• promptly in .obligalions ~f th. parliea crealed by thI. exclu.iv.lIc.ns••·,ofa .ubj.cl inv.ntion
writing to personnelld.nllfled ae clau•• con.titute a contracl between the .10granl a non-exclu.iv•• partially
....ponsible for the administration of .u.bcontractor and th. Fad.ral agency exclu.iv•• or .xclu.iv. IIc.ns.in any
pal.nl matters and in a formal Withr••p.cllo tho•• mall... cov.red by. fI.ld of us. 10a re.ponsibl. applicanl or
.ugge.ted by th. CI1ntroctor each enbjecl thl. c1au... applicanta.upon I.rm. thai are
inv.ntion made und.r contract In order - d th .
thai th. contrac1Qrcan comply withth. h. Reporting on Utiliztztitm ofSubject rea.onabl. un.r • circum.lanc•••

. Inventions and if the contractor assignee. ordi.clo,ure provi.ions of paragraph c. cl Ii £US ch
b d II Th tra to I , b ·t .x usiv. ·c.ns•• re •• su a

a ove, an 10.xecule a pep..... . • CI1
1
~~_r&greert. 0 au IDl on ·reque.l,th.Fed'ero! ogency has the righl

nec••sary 10fIl. palent appllcallons 00 requ.. p.nvwc repo • no more ch II' If if !be
.ubjeet inv!ll1tions and to ealeblieb~ frequently than annually on th. 1ogranl.u a cans. ~I.. . .
Gov=.nl'. rights in the eubject utilization of a subject Invention or on Federol ogency d.l.nmn•• that.
inv.ntion•. Thi. d1oclosure formal .fforta al obtaining .uch utilization 11'al (1) Such action i' D;.ceasaryb.caus.
should require. ee a minimum. th. • are b.ing made by th. controclor or ita tb~ controctor or a•••gn•• h~. nol tak.n.
information required by c.(1] above. Th. licen•••• or eesl8Dees- Such reporla or II nol expected to lake Wltblna
caztractor shall inetrucl such employeesahall includeinformation regarding the ...~onable ~•••ff.c1hr•.•I.p. to
through employee agreementa or other etatua of develOpmenl,dal.of firsl. a""!.v•.practi~application of th•
•uitabl. educational program. 011 the commercial asie or UIOl. groa. rovalties IllbJ.CI mvenlion in .uch fi.ld of usa'
Importance 01 reportins inventloDs in received '" tI1e COl1Ime1tN'. and auch '.' .(2) Such action is neceesary 10-
.ufIici.nllime to permll thefilinIoi other iHla _liafomllltillD ...1be 'c aII.viate health oraafety .....d. which
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will be utflized for the support of
scientific research or education.

1. Communications

.' (Complete According to Instructions
at'Part ab, of this Circular).
[FRDoc. J2.....t35 ,\led z,.;.:i&-a; 1.-45am)
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are not reasonably satisfied by the
contractor, assignee. or their licensees:

(3) Sucb action is necessary 10 meet
requiremenls for poblic usa specified by
Federal regulations and such
requirements are not reasonably
satisfied by the contractor, ..signee, or

. ,.. ~ Ucensees;or
(4) Such action is necessary because

the agreemenl required by paragraph i.
of'this clause baa not been obtained or
waived or because aliceosee of the
exclusive right to use or sell any subject
invention in the United States is in
breach of such agreement.

.k. Special Provisions for Contracts with
Non,profl1 Organizations

I{ the contractor is a non-profit
organization. it agrees that:

(1) Rigbts to a subject invention in the
.United States may not be assigned

'..Without the approval of the Federal
agency. except where such assignment
is made to an organization which has 8S

One of its primary functions the
management of inventions and which is
not, itself, engaged in or does not hold a
substantial interest in other
organizations engaged in the
manufacture or sale of products or the
use of processes that might utilize the
invention or be in competition with

-embodiments of the invention provided
that such assignee wil1be subject tothe

,".ssme provisions as the contractor):
(2) The. contractor may not grant ...... .-..<.-......"". ,.. > ......:' ......

exclusive licenses under United States
patents or patent applications in subject
inventions to persons other than small
business firms for a period in excess of
"the.earlier of: ...

(i) Five years from first commercial
sale or use of the invention; or

(ii) Eight years from the date of the
exclusive license excepting that time
before regulatory agencies necessary to
obtain premarket clearance, unless on a
case-by-case basis, the Federal agency
approves a longer exclusive license. If
exclusive field of use licenses are
granted. commercial sale or use in one
field of use will not be deemed
commercial sale or use as to other fields
of use, and a first commercial sale or
use with respect to a product of the
Invention will not be deemed to end the
exclusive period to different subsequent
products covered by the invention.

13,) The contractor will share royalties
collected on a subject invention with the
inventor: and .

(4) The balance of any royalties or
income earned by the contractor with
respect to subject inventions, "after
payment of expensea (including
payments to inventors) Incidental to the
administration of subject inventions.
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