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COMPARISON OF BILLS

The attached is, a draft Administration mark-up of a
Senate Staff Working Draft of a Bill entitled the "Uniform
Science and Technology Research and Development Utilizat~on

Act~" The table below indicates those sections of the Administration
mark-up which contain provisions that are the same or simi liar
in SUbject matter and basic substance to provisions in the
Staff working Draft.

Staff Working
Draft Section

Topic Mark-up Section

201(b)(2) Implementing Regulations 201(a), 301(b)(2),
303(a), 303(c), 306,
and 402.

201(b)(4) Resolution of Oisputes 301(b), 303(b), 304,
and 306

301(a) Exceptions 301(a)

301(b) Procedures for Invoking 301(b)
Exceptions

301(c)(1) Periodic Reporting by 301(c)(10)
Contractors

301(c)(2) Government's Li-'e 301(c)(8), But
License to State and
Local Govt's Dropped

302(a) Title in Contractor 301(a)

302(b) Contractor's License 301(c)(13)

303 Waivers 301(d) and (e)

304 March-ins 303

305(a)(1)-(4) Various Conditions on 301(c)
Contractor,

305{a)(5) Waivers 301(d)

I
J

J

Certain March-in Procedures 303

Background Rights 305(b)

'Government Licensing Title IV

Repealers 501

Effective Date 503
;,I)

307

305(b)

402

306
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In addition, the Adminstration mark-up adds the
following provisions which are derived from the
provisions of Public Law 96-517, 35 USC 200 et. ~.
and which have no counterpart in the Senate Staff working
Draft:

1. Sec. 302, although 302 (c) has a partial counterpart
in section 305(a) (3) of the Staff working Draft. Sec. 302
covers ·waivers to inventors, coinvention situations, and
confidentiality.

2. Section 305(a), backgound rights of small businesses
and domestic nonprofit organizations.

3. Title IV. Much more detailed licensing provisions
are included.

4. Sec. 502 , antitrust de~enses.

Finally, a new section 306 has been added dealing with
disputes as to whether an invention isa subject invention.
And section 503, effective date has been expanded. These
changes are based on experience derived during OFPP efforts
to implement Pub s L.• 96-517.

It should also be noted that in Section 301 of the
Administration Draft Mark-up an attempt has been made to
follow the basic format of 35 U.S.C. 202 with some changes
and additions based on experience in the pre~ration of
implementing regulations.

:
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Entitled the "Uniform Science and Technology Researeh and Development
Utilization Act".

IN THE SENATE OF THE UNITED STATES

SSPCPS?IBER ,1981

~!r. introduced the following bill; which was read twice
and referred to the Committee on Commerce, Scienee, and. Transportation

A BILL
Entitled the "Uniform Science and Technology Research and

Development Utilization Act".

1 Be it enacted by the Senate and House of Representa

2 tives of the United States of America in Congress assembled,

3 TITLE) I-POLICY

4 FINDI:-iGS

5 SEC. 101. The Congrcss, recognizing the proiound

6 impact ofsciencc, engineering, and technology policy on the.
- CCC ·0·"":'" ;:f\C;·,l ,1;t:,-.. , 1 1 .-.. 1 1 . I i t I . 1, It .11.'_,0.'-' ....., PO.1L'\"U.l, "'ll tee ino O· rr IC·) "oC I -~l'l''''!'' ;1"1,. . '" • . ... 0... 1 e-v-' ~. Il .... • • .::'. .. ••

J.83-889-0--1
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I th~ houlrh .md safctv of the Xatioll a5 a whole, hereby finds

.) and drrl:HI'< that: .

3 (1) The United States has recentlv experienced a

'~~::"":'" "

'~'~""-<:i~::~L1::
1 <

:- :~ - .' ..

13 general public from such investment,

-l decline in the process of industrial innovation and pro-

D ductivity which is integrally related to, and adversely

6 impacts upon, domestic productivity, the rate of eco-

I nomic growth, the level of employment, the balance of

8 trade, and the attainment of other national goals.

9 (2) The national support of scientific and techno-

10 logical research and development is indispensable to

11 sustained growth and economic stability, and it is in

12 the national interest to maximize the benefits to the

14

15

16

17

IS

1 ~J

20

21

2-l

(3) Scientific and technological developments and

discoveries resulting from work performed 'with Gov

ernment contracts constitute a valuable national re-

source which should be developed in a manner consist

ent 'with the public interest and the equities of the re-

spective parties.

(-±) Current Federal policy with respect to the al

location of rights to the results of federally sponsored

research and devclopmom deters contractor participa

tion in Government contracts, delays technological

progre::s, and stifles the innovative process.
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(5) There IS a need for the establishment and un

plementation of a flexible Government-wide policy for

the management and utilization of the results of Iedcr

allv funded research and development. This policy"'. . .
should promote the progress of science and the useful

arts, encourage the efficient commercial utilization of

techological developments and discoveries, guarantee

the protection of the public interest, and reccgruze the

equities of the contracting parties.

PURPOSE

_SEC. 102. It is the purpose of this Act to-

(1) establish and maintain a uniform Federal

policy for the management and use of the results of

federally sponsored seienceand technology research

and development; and

(2) insure the effective uniform implementation of

the provisions of this Act and to monitor on a continu-,

ing basis the impact of Federal science and technology

policies on innovation and technolozv development.".
DEFINITIONS

SEC, 103. As used in this Act the term-

( )
.. cr

1 contract" means any contract, grant.eccoper-

ative agreelllent, t61tllnitnldlt, IdntlLF.2tHllding, Gf ot~·'t"r

B:ffallgem<'}J{ entered into between any Federal uerency
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conduct of cxpl'rimcntal. developmental. or research

work, Such term includes any assignment. substitution

of parties or subcontract of any type entered into or

executed for the conduct of experimental, developmen

tal, or research work in connection with the perform

ance of that contract;

(2) "contractor" means any person, other than the

'9) ";,, I" . •FJ wSeeStlfe nleafi~· tl: '{rItteR statefflen~·ItSU:fft~

cientlJ eOl11plete as t6 tedmieal Beta±] t6 e61'1\'ey ttl 6Re

skilled in the aft t6 ',,'hieh the im'eRti6R peftaiRs a

cleaf 'dflderstanEling Qf tile HattUt'l, p\upQ.e, QperatiQJJ,

and, to tile extent k¥o'o',1'l, the physieal, ehemieal, Of

e1eetriefri- eharaeteristi.i1S Qf the iHv8HtiGU;

designated by the President.

9

Government or a Federal agency, that is a party to a contract;
..~...;.fwol" I' I+,J._,,,~,~

(3) "n' <-" h' ,J recer . means t e DJ Y'i!I i!!ts8J£ of the Of f Lce of
1\ "

Federal Procurement Policy or such other official as

10

12

13

11

14

15 (4) "Federal means an "executive

1G agency" as defined by section 105 of title 4, United

17 States Code, and the military departments as defined

1S by section 102 of title 4, United States Code;

H.I (5) "Government" means the Government of the

2(1 United St.ucs of Amcri(i'u'
~' ,



::1 te) "iIUel1tioH" means any il1Yention, ilisGovery,

. 'F) innovation, or imFFOyement which is OF may Feason

::3 ahlY be patentable sClbjest mattoF as aefinea in title 35,. ,

::-1- t'llitt'd Statd CClde;

(6) "invention" means any invention or discovery which is

or may be patentable or otherwise protectable under Title 35,

United States Code; r" 'f.f( .... ? ~ 'L)~I

D

eelHrfreetl . t tJ J ~ nt tde aH invcn:ioR Huaera· eonf, II l1.l1

exempt from taxation under section 501(a) of the Inter-

eOFlHoet" when used in relation to any invention

otHer tHan aIllCafl:: any l'cr:eB.,(~.) ,,0. .. . "
~ nn entor

), . . \..sued Hi ;e.l9:tIOfl to tHe eOHtraeter;

(~) "made Ul,der tte eOHtFMt" Of "lI1:J:de tllletU <l

means the conception or first actual reduction to prac-

nal Revenue Code of 1954 (26 U.S.G. 501(a)) or any

the c(lfitraet or limIer tl eOfitFtlet; FespeetiYely;
S ~

(2') "nonprofit organization" means" universitieil,j
~'("

~othe)' institutions- of higher education or an.or.gani-

zation of the type described in section 501(c)(3) of the

Internal Revenue Code of 1954 (26 U.S.C. 501(c)) and

tice of such invention in tRe eOlcu:e of aR'.'Y;OFk B:naeF
•

nonprofit scientific or educational organization qualified

under a State nonprofit organization statute;

1

2

3

4

5

6

7

8

9

10

11

12

13

14

15

16

17

"
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18 / (lk) "person" means any indi,-idual, partnership, } r.~/c.1
19 corporation, association, institution, or other entity;

20

21

22

(11') "practical application" means to manufacture

in the case of a composition or product, to practice in

the case of a process or method, or to operate in the

23 case of a machine or system, and, in each case, under

2-10 such conilitions as to cqrrhlish that the il1Ycntion is

Ii

l',,',lic either on reasonable terms or through reason-

.)

(12) "SeeF€tary"

-t -meree; ana

n:eaRS the Seer etftf 'I ef Odlua

(11) "Secretary" means the Secretary of Commerce or such

other official as may be designated by the president; ()...l)d

o (13) "small business firm" means a small business

6 concern, as defided in section 2 of Public Law 85-536

I (15 "C.S.C.o32}] and implementing regulations of the

S Administrator of the Small Business Administration.

9 For the purpose of this Act, size standards fef 3ffifuH

.:" Gl.~. '5 \3 A- .
established by the Administrator for Governmentr;

procurement purposes shall be applicable-

.....:.-".r-:
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. RESPO~SIBILlTIES

TITLE ll-IMI'LE:'ffiNTATION

~Ol. (tI) The Secrctill.\ shall coordinate; direct;

menl, eontained in seetipf! 121.3 8 of title 13, Code of

Feder:J.I Regu]:J.tions, and iR sli13e8fitraetit1g, u'Jllt~ined
~

if! JeetioR 121.5 12 of title 13, Coile of Feilerd Regn

lations, wi:1l Be used.

fe .-ie II the implerl1enhttion and ad1llinislI ation of the

F' Feder.:! polie.' nt forth in thi~ Act \lith resjJectto the O\\neI

:?(, :::':1 e: il:':entien: recalting frem feaeral1y spoflsorefi research

:? 1 <11:d development, and promote the effieient and effeetive tlti

.).) 1:".:::0:: of the remit: of feileFHIly sponsered research and de

<, 10

11

12

13

14

15

16

17

18 :l11tl

AJ":'I,,"lf~
SEC. 201. (a) The IH!!""8EO~ shall issue regulations G'hiCh

may be ma~apPlicable to Federal agencies which are

necessary and desirable to aChieve uniform and consistent

implementation of Title III of this Act. The Di#or

shall issue standard contract provisions implementing

the right.3 and terms and conditions specified. in sections

301 and 303 which shall be used by all Federal agencies and \
which shall be incorporated in appropriate agency and

Government-wide regulations.



1 (b) "\Yith a vrev to obtaining consistent application of

;') the policies of this Act, the Secretary is authorized and di-

3 rected-

4
wITh ...I II

(1) to consult-sand advise~ Federal agencies '\ ,1\I\l

6

7

8

9

10

11

12

13

14

15

16

17

18

I
19

concernmg the effective implementation and operation

of the policies, purposes, and objectives of this Act:

(2) ifi eefl,ttltatiefi ,rith the Offiee ef Federal PfO-

ememefit Pelicy, te ferffitthte and IeecmIlIlend te the

Presidefit sueh proposed rules, regulatioHs, aHe. pro8B

dmes as are Heee::saFy afid e.esiraBle te assure the eOfi

si3tentapplieatio11 el the provisions of tIns AcL,

(2) ,to oht;.rin. ~f;r~o:m:":F~e~d~e~r;a:.:l:...:a:.:g:.:e:.:n~c~i~e~shl3l~
1'9 -.i

(3) to accumulate analyze, and disseminate data" ~necessary to evaluate the administration and effective-

ness of the policies set forth in this Act:

(1) te deteffitille with admi-nistrative fi:l'Ialit}', irt an

~.eclitiou3 Ills-riller· ni:theJtlt ttfilieee:SSfrfJ delfty, lift)

diStHite Between a Federal agefie ... and afi agmeYefl.
.' . _ - , _ _ _ _ '" __ ._ .__ ._ b . ...,

~ arising tlll.iler title ill ef thi~ Aet, and
. p., ",( l.,t. ,roll;a~ ,

(3) to establish advisory aQ~~~~QS~ to provide advise
"-

concerning the effective implementation and operation of the

policies, purposes, and objectives of this Actr and

r,1i to perform such other duties as maybe pre-

20 scribed by the President or bv statute.
. .

21 (c) For the purpose of assuring the effective manage-

22 ment of Government-owned inventions the Secretary is au-, - - '"
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s
-. _~e.d~('oJ ~

ll) :":'ISt aBEl E·99Hlllllu.' 4 n.gency efforts to promote

tht ' ~i ':'l~<':~' ~:.::2 lltil1z::!~:,n {If Government-owned 111-

ventions:
a..5Sl sf-

(2) eOeJfe.ifiate afie. ae., joe the Federal agencies m

seeking protection and maintaining inventions in for

elgn countries, including the payment of fees and costs

connected therewith: .~
U,)iTh

(.3) consult» and advise Federal agencies as to

areas of science and technology research and develop

ment with potential for commercial utilization.~

(4) receive funds from fees, royalties, sales, or

other management of Government-owned inventions

authorized under this Act: Provided, hoiceoer, That

such funds will be used only for the purpose of this
• •

Act. AJTtf"J..
o."d QWH, !Oo(

(d) The Secretarynshall submit to Congress an amiual j 0 Inr
report of activities pursuant to this Act. Such report shall

include (1) relevant statistical data regarding the disposition

of invention disclosures resulting from federally funded' re-. .
search and dcYclopment. including those inventions disclosed

by small businesses and nonprofit organizations; (2) allY leg

islative or administrative recommendations to better achieve

the policy and purposes of this Act; and (3) an analysis of the

Impact of Federal policies on the purposes of this Act.

8

6

5

3

1

9

21

HI

17

18

13

16

14

11

12

15

10

c.
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1 EXPIR.·\'TIO?'i

o SEe. DOD. ThE autfloritie:- eonferre6: UflOR tHe ~eeFE:tl3:FY

3 under ttis title shall CJ,piFC 7 YCS:FS felle'YiHg tHe effeetiw

SEC. 202. Subsections (b)-(d) of 'BlIIiII& section .;2.01

shall expire seven years following the effective

4 date of this Act, unless renewed by action of Congress.

5 TITLE m-A.LLOCATIO~S OF RIGHTS-

6 GOv""ER:r.JfE~T CO?lTRACTORS

7 RIGIIg:'g OF 'fIlE GOJn~HtN21EtTT

.~.'

or production

y a Government authority
\ '

eluding Governmen .owned

facilities;

17 ..\}~hich is authorized by or Executive order to

18 qpn~uct foreign intell' gcnce or

19 tivities, the restrict' on or elimination f the right ofthe

20 contractor to rain title to any subje t invention IS

21 necessary to rotect the security of such ac ivities;

22 (3)' exceptional rcircumstances, restr tion or

23 of the right of the contractor to retai titl»

24 to; a )' subject invention will better promote the po

25 )' .dobjectives of this Act; and

S 301. (a) Each Federal agency shall

9 e United States, at the time of entering' to a

16

15

14

11 Federal agency the agency determines that-

12 (1) the se cices of the contractor at for the oper-

13 ation of Federal ent centers, in-

10 to any invention made under the con
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by a Federal agency shall

at reasonable

ercial use 0 other forms of utili

ercial utilization

assignees: Pre .ided, That any such

treated by t c Federal agcncy as

tion obtaincd from a person an

or confi ential and not subject to disclosure

Freed m of Information Act (5 CS.C. 55:?); an

/ (2) reserve to the United States at least an i ,\\,0
c~k, nonexclusive, nontransferable, paid-up Iicense\to

intervals m

zation or efforts

.,,,

.;.,..J

.", 1

-"'

10

princi pal purpose oi the contract IS to

.) vclop improve products processcs. or

3 which wIll be required for use by Government r. gula-

4 tions: Frou'dcd, however, That the Federal age cy may

5 subsequently waive all or any part of the ri

G United States nder this section to such invention ill.

I conformity with e provisions of sectio
•

S (b) The rights of t e Government un er subsection (a)

9 shall not be exercised by the Federal a ency unless it first

10 determines that at least on itions, indentified in

11 paragraphs (1) through (4) exist and It files with the Secre

I:? tary a statementstating such de

13 (c) Each contract entered i

14 include appropriate provisions

15

16

17

IS

HI

:iU

21

.,.)
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6

1 make, use, and sell the invention throughout the

2 by or on behalf of the United States and Sta sand

3 domestic municipal governments, unless the a ency de-

4 ines that it would not be in the publi

5 the license for the States and d estic munici-

7

8 SEC. 302. (, Whenever a contr . tor enters into a con

S tract with .a Fede I agency oth than in those circum

10

11 shall have the option of tai g title to any invention made

12 under the contract. Such ri.ts shall be subject to the limita

13 tions set forth in sectio and the provisions of section

14 305 . .Such option shal

15 ment at the timc of .sclosure of th invention or within such

16 time thereafter a may be provided in he contract. The Gov-

17 to any

18

.Hl en the Government obtains title an invention

20 under ection 301, the contractor shall retain a

21 roy ty-free liccnsc which shall be revocable

22 .. e tent necessary for the Government to grant an

license.

- ... ' ..... . -.. .. _.

~.._' .
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developmental, or

raeticable time;

fostering competition and

concentration or the creation or maintenan

situations inconsistent with the antitrust laws.

tal, or

research programs

of the benefits of the

6

s
9

3

') ,
-"%

12

WAIYER

21

1~I raging participation by pri\

20 the GOYCrI ncnt-sponsorod experimental,

18 inventions:

15

11

16

12 In making suchdeterrninatioi s, the agency shall consider the

13 following objectives:

14 availability to the public

~
SEC ' 303. A Federal agency may at am- time waive

or any art of the rights of the L nited States under this itle

10 any in, ention or class of inventions made or which

made by an,' person or class of persons under the c

e agency determines that the con .tion justi

fyingacquisition of title by the Government

301 no longer exist or the interests of the U ited States and

the general public WI I be best served th

10 shall maintain a record, vhich shall be

I, the commercial utilization of such
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DISPOSITION OF RIGHTS

SEC. 301<~~Subject to subsection (c) of this section and

to section 303, each contractor may elect to retain title,

either worldwide or in such countries as it may choose, to

any sUbject invention; provided, however, that a Federal agency

may limit or eliminate this right, place additional restrictions

----or conditions in the contract that go beyond those set forth

in subsection (c) of this section or in section 303, and may......
eliminate or alter the contractor's right under subsection (c)(13)

of this section if--

(1) it is determined by a Government authority which is

authorized by statute or executive order to conduct foreign

j
intelligence or counterintelligence activities that this

is necessary to protect the security of such activities; or

(2) the contract is for the operation of a Federally Funded

Research and Development Center or a Government-owned production

facility; or

(3) the contract is to be performed outside the United

States and the contractor is a business entity organized for

profit that does not have a place of business located in the

7

United States; or

(4) the contractor is not located in the United States

is a university, an institution of higher education, or an

organization not organized for profit; or

a~?
j

(5) the contractor is oris subject to the control of any

foreign government; or

(6) the agency determines, on a case-by-case basis, that



there are exceptional circumstances such that this will better

promote the policy and objectives of this Act.

(b)(l) Any determination under subsection (a) of this

section shall be in writing and accompanied by a written

statement of the facts and, in the case of a determination

under subsection (a)(6), an analysis justifying the determination

and limitations or conditions being imposed. A copy of each

determination and statement made under subsections (a)(2) through

(a)(6) shall be sent to the Secretary within thirty days after

•

that any individual determination or pattern of determinations

the award of the applicable contract. If the Secretary believes

is contrary to the terms, policy, or objectives of this Act, . ar
the Secretary shall.£"n advise the head of the agency concerned ..~ ~r::/II-:,--'f

Je" ,.,-. . J.
~ head of the agency shall advise the Secretary within one .;t....~

cVrr'-
hundred and twenty days of what action, if any, the agency

to take with respect to the matters raised

Federal agencies are

has taken or plans

by the secretary~

(2 ) Whenever
!Jl·r.~

the ~cretarYJhas determined that one

utilizing the'authority of sUbsection

or more

(a) (6)

of this section in a manner that is. contrary to the terms, policy
J "J ........,.we. Ai J OW",

or object~ves of this Act, the~ is authorized to

issue, regulations describing classes of situations in which

agencies may not use subsection (a)(6) of this section..NithcOlio
rJ.......~S

~7 rlUT!Jil1iI87jfj a B...~i LooaL.

(c) Each contract shall contain appropriate provisions

to effectuate the following:



(1)

to the Federal agen

ontractor disclose each subject invention

within a reasonable time after the

\1#

sUbject invention known to contractor officials responsible

for the administration of invention and patertt mattersj]

(2) that employees of the contractor or others performing

research or other potentially inventive work under the contract

are obligated to report -sub j e ct; inventions to the contract0:l::nd

to make any assignments, licenses, or other transfers of

right to the contractor or the Federal agency to establish

the Government's rights in any subject invention~

(3) that the Government may receive title to any

subject invention not reported to the Federal agency by the

contractor with an intent to deprive the Government of its

license or other rights as set forth in this Act;~ the

applicable contract provisio~

(4) that the contractor mak~ a wri~;~~ election of

""''''''' ~ . ..rights by the later of elther ~ ninty days prior to the

date upon which a statutory bar to patenting under Title 35,

United States Code, will occur due to pUblication, on sale,

or public use;~ (ii) such time after the period in (i) as

may be agreed to by the Federal agency~

(5) that a contractor electing rights in a subject

invention agree to file an initial patent application

prior to any statutory bar date that may occur under Title

35, United States Code, due to pUblication, on sale, or

pUblic u~(6) that a contractor electing rights and making

an initial filing shall thereafter file corresponding

" .-
.' ..

I

"

" .

j



patent applications in other coun~ries in which it wishes to
,... ~.,,""I4-."I"'''a.c j

retain title within (re later of (i) ten months from the
1\

da te of the initial filing, (ii) six months from the date a

'1

liT

permit is granted by the Commissioner of Patents and Trademarks

to file foreign applications where such filing has been

prohibited by a Secrecy Order, or (iii) such time as may be

agreed to by the agenc~

(7) that upon written request of the Federal agency

the contractor will transfer title to any subject invention

to the Government in any country in which the contractor (i)

decides not to elect rights; or (ii) fails to make an election
,.,1.t:,wJ ¥fl'" ""',.1........1'+0

it '1:0 ttmcs specified in subsection (c)(4) of this section;"'" , "I
or (iii) fails to file a patent application within

set forth in subsection (c)(6) of this section, or

abando~1prosecutionof a patent application; or (v)

notto
A

'SPi ffti.? s t 2 l' -!l' any required maintenance fees or take

other actions necessary to protect patent rights in that country;

(8) that with respect to any sUbject invention, the

Federal agency shall have a nonexclusive, nontransferrable,

irrevocable, paid-4p license to practice or have practiced

for or on behalf of the United States the subject invention

throughout the world;

(9) that, when the agency determines at the time of

contracting that all or certain classes of subject inventions

that may be made under a contract will or may be subject to

the terms of any e xd.st.d.nq treaties or other international

agreements, the contractor (i) will convey to the Government



for transfer to the parties so entitled under the applicable

treaty or agreement or directly to such parties such licenses

or assignments of rights in specific countries as are necessary

to effectuate the terms of the applicable treaty or agreement

and (ii) will otherwise fulfill its obligations to such

parties with respect to subject inventions in accordance

with any applicable provisions of the treaties or agreements;

(10) that the Federal agency may require periodic

reporting on the utilization or efforts at obtaining utlization

that are being made by the contractor or his licensees or

assignees with respect to any subject invention to which the

contractor elects title; provided, that any such information

as well as information on utilization or efforts at obtaining

utilization received by a Federal agency under section 303

of this Act shall be treated by the Federal agency as commercial·

and financial information obtained from a person and privileged

that the contractor, in the event a United

and confidential and not sUbject to disclosure under

552 of title'S of the United States Code;

( i r)

section a .,
~';,t~

States patent ?pplication is filed by or on its behalf or by

any assignee of the contractor, will include within the

specification of such application and any patent issuing

thereon, a statement specifying that the invention was

made with Government support and that the Government has

certain rights in the invention;

(12) that, in the case of a nonprofit organization



located in the United States (i) the organization will not

assign rights to a subject invention in the United States

without the approval of the Federal agency, except

where such assignment is made to any organization which has

as one of its primary functions the management of inventions

and which is not, itself, engaged in or does not hold a

substantial interest in other organizations engaged in the

manufacture or sale of products or the use of processes that

might utilize the invention or be in competition with

embodiments of the invention (provided that such assignee

shall be sUbject to the same provisions as the contractor);

(ii) the contractor will share royalties (net or gross in

accordance with its normal policies) with the inventor of

a subject invention; and (iii) the contractor will utilize

the balance of any royalties or income earned by the contractor

with respect to subject inventions, after payment of expenses

(including payments to inventors) incidental to the administration

of subject inventions, for the support of scientific research

or education;

(13) th~t the contractor shall retain a nonexclusive,
, ,

royalty-free, paid-up, worldwide license, including the

.1\
right to subl~cense to affiliates in any subject invention

to which the Government obtains title, which license shall

be revocable only to the extent necessary for the Government

to grant an exclusive license, ~

(14) such other administrative requirements that the

Director determines to be necessary to effectuate the rights

"



of the Government as specified in this section and section

303 which are not inconsistent with this Act.

(d) A Federal agency may at any time waive as to an

identified subject invention or omit from any contract or

class of contracts all or any part of the rights of the

United States described under subsections (c)(S) through

(c)(14) of this section or under section 303 if the

agency determines and prepares a written justification that

either (1) the interests of the United States and the

general pUblic will be best served thereby taking into

account at least the objectives of (A) encouraging the

wide availability to the pUblic of the benefits of the

experimental, developmental, or research programs in

in the shortest practicable time; (B) promoting the commercial

utilization of such inventions; (e) encouraging participation

by private persons, including the most highly qualified

persons, in Government sponsored experimental, developmental,

or research programs; and (D) fostering competition and

preventing undue market concentration or the creation or

maintenance of other situations inconsistent with the antitrust

laws; or (2) the contract involves or involved cosponsored,

cost-sharing, or joint venture research or development and

the contractor or other sponsor or joint venturer is

required or has made a substantial contribution of funds,

facilities, or equipment to the work performed or to be

performed under the contract.

(e) With respect to contracts that are within subsections



(a)(l) through (a)(6) of this section, a Federal agency may,

after a subject invention has been identified, waive any

limits or additional restrictions or conditions placed on

a contractor beyond those set forth in section 30l(c) and

section 303 and may allow the contractor to retain the

license rights set forth in subsection (c)(13) of this section

if such license rights were otherwise limited in the contract.

GENERAL PROVISIONS

SEC. 302(a). If a contractor does not elect to retain

worldwide title to a sUbject invention, the Federal agency

may consider, and after consultation with the contractor,

grant requests for retention of rights by the inventor

on such terms and conditions as deemed appropriate by the

agency and subject to section 303 of this Act.

(b). In any case when a Federal employee is a coinventor

of any subject invention, the Federal agency employing such

coninventor is authorized to transfer or assign whatever

rights it may acquire in the subject invention from its

emploYee to the contractor sUbject to the same conditions

she t fo~t~ in th~d·s ~itdle ahs are ~PPlicable to the rights I JAJ .J.."
t e co~tractor er~ve t rough ~ts own contract. ~~

(c) Federal agencies are author~zed to with~(1r~m_
e,4 .... iii' $ e •

disclosure to the pUblic information disclosing any invention

" f\ ""
in which the Federal Government owns or may own a right, title,

and interest (including a nonexclusive license) for a reasonable



time in order for a patent application to be filed. Furthermore,

Federal agencies shall not be required to release copies of

any document which is part of an application for patent filed

with the United States Patent and Trademark Office or with

any foreign patent office.

13
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ant, a nonexclusive, partia y exclusive,

c. 304. (a) ,Ybere a contractor has elected to retain
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3 title to a invention under section 302 or 303, the Fe eral
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D ject to the pro .isions of subsection (b), to grant, r requIre
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22 I' d k t f III ttl1\" seatie]:! ofresu t 1ft un tie Illal tt CClletiCr tl Hlfl

the "[nittd £Otates ill "llj
, ' 1line. of (l5l1u1ierCC to J;'.";;l(' 1

2-1 the teehno1og:' [@lates, or t8 cre:1te [~nG Jj:l"into;n other

1-1

1 (1)) Tl:e rights of the Federal agenc.'" tlndu wbsccliOTl

.) t.J 3ldl be whjcct to the prior "plJlo,al of tLe f\C1CLtll,

3 who skll m~ke a deterl1lilttltioll ttfteI 11 fOIIllal heal illg II ith

4&ffeetcd parties present and eandueted in aeeerdat1Ce with

;) 'fUles, fcgul:Hion8, and preeedtll e3 adopted Its the SeereLars.

MARCH-IN RIGHTS

SEC. 303. (a) Where a contractor or inventor has elected

or otherwise been allowed to retain title to a subject invention,

the Federal agency shall have the right (unless this right has

been waived in accordance with section 30!(d)), in accordance
A-J.........', (-rwI...

with regulations issued by the @.rectog and SUbject to,.,
subsections (b)-(d), below, to grant or require the contractor,

inventor, or' other person to whom title has been assigned to

grant a. nonexclusive, partially exclusive, or exclusive

license to a responsible applicant or applicants, upon terms

-~£"
that are reasonable under the circumstances, if the agency

./ ..
determ~nes such act~on ~s necessary--

(1) because the contractor, inventor, assignee, or a

licensee or sublicensee of any of these has not taken, or is

not expected to take within a reasonable time, effective steps

to achieve practical application of the invention;



(2) to alleviate serious health or safety needs which

are not reasonably satisfied by the contractor, inventor, assignee,

or the licensee or sublicensee of one of these; or

(3) to meet requirements for pUblic use specified

by Federal regulation which are not reasonably satisfied

by the contractor, inventor, assignee, or their licensees or

sublicensees.

(b) Agency action under this section shall be made on

the record after affording the contractor, inventor, or assignee

an opportunity for a hearing. The action of the agency shall

be administratively final~unless within 30 d~ys afte the. J •

.. - G.JMlIl/c.l "'1l~'tU ,-_.
agency action the contractor appeals to The

~""I'""./-t.. J./IINo,! "
s!!@!~ 8t aqr shall review the action and issue a final decision

which shall be binding on the Federal agency and the contractor,

inventor,

finality.

or assignee and which shall have administrative
~/II~J.t

The SQ8£ctdLjS review may be de novo or based,

on the record
bo",,{

the~CCLeCdIS'

must be one the record and after the contractor, inventor, or

assignee

(c)

has been afforded an opportunity for a
~II+-"..A-..

The (Qirecto'a shall prescribe informal

"

hearing.

procedures

under which agencies may obtain information from contractors,

inventors, or assingees in order to determine whether to

begin a formal administrative procedure under subsection (b) of

this section.



(d) Hearings or portions of hearings held under this

section may be closed to the pUblic, including potential

licensees, if the testimony or evidence provided at the hearing

will include commercial and financial information which the

contractor, inventor, assignee, or their licensees or sublicensees

consider priviliged and confidential.

APPEALS

SEC. 304. (a) The following agency actions shall be accompanied

by a written explanation, which shall be provided to the contractor

at the time the action is taken:

(1) A decision by an agency to take title to a

subject invention under subsections (c)(3) and (c)(7)(i)-(iii).

(2) The refusal of an agency to grant approval of an

assignment requested under subsection (c)(12).

(b) Within 30 days from the time the contractor receives

a copy of the written explanation for any of the actions listed

in subsection (a) of this section, it may appeal the action to
..:l~"1

th~~cretarjQin accordance with,such rules and procedures as

may be prescribed by th~~~e:ar~endingdisposition of the

appeal by the ~~:t~~ the contractor shall fUlly comply with
".

th.e agency action or decision. The ~ecr~ shall review the

matter, obtain such additional information from the Federal

agency and the contractor as is deemed necessary by the

Secretary to decide the matter, and shall issue a decision which

shall be complied with by the Federal agency and the contractor

and which shall have administrative finality.



of this section involves an ~:~ion of the type described in

subsection (a)(l) of this se~:~on and issues of fact are raised,

the Secretary shall determin" ouch issues of fact on the record

after affording the contract~: an opportunity for a hearing;

except that the Secretary may lecide such issues on the

administrative record compil~: by the Federal agency if the

agency has previously afford~: the contractor an opportunity

for hearing and administrati -', due process meeting at least the

minimal requirements of sect::n 554 of Title 5, United States Code.

G BEll :_~L PRO';ISIO?<S

I SE 305. (a) Each .ontract entered into by a Feder

S agency sh I employ a si::;le patent rights clause contai ing

9 such terms ar d condition; as the agency deems apR opriate

and10 for the protectici of the mterests of the United

11 the general public, i cluc:g appropriate provisi ns to-

12 (1) require t c .imely disclosure y the contractor

14 the contract: Proc.ied,

United States Or irreign patent app 'cation to be filed;

(2) require 8-,_ -lcction by the Call actor within a

rcasona ble t" ie u.::[ disclosure as to whe er the con

tractor in (ends t o :Ie a patent application

made unc.r the contract;

(3i. require ~ :cclaration by the

a reasonable tim- :lfter disc1os~re of the contractor's'

21

:!-i

18

17

1G forma '.jOIl disclosiu; any' wen'on made undgr the 60n-

15

13 or inventer to tha t .zencv of any i vention made under- ~ ~
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cost

such as
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(3)

section 304(a)(4),

to conunerciulize or orherwis« achieve the

no deviation under shall

in whole or in part, the minimum rig to

he ~l'C\lrc~d for thE.' Fedcral GOH'rllIl:cl:t >('[
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quired under section 301

that the Governm t has certain ri hts in the inven-

ad utilization of the invention by the public;

4) an obligation on the part of the contracjor, 111

the eye t a United States patent application is filed by

ehalf or by any assignee of the COl ractor, to

include with in the specification of such ap ication and

any patent iss ing thereon, a statement pecifying that

the invention was made with Goverrn ent support and
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1(j

1-it 15 determined that the right to

r:'-].t of the Federal ~2:encY to Ii·
.~. ~ ..

anner \\-ithout unnecessary delay.8

oJ l'ci1,":lng

.,.-,

o charzed if any, and th
b' ..

6 . teo Agency detennina . ns as to the rights

to inver . I1S under this title shall be made in a:

9 BACKGRQUN1J RIGHTS

SEC. 305. (a)(l) No contract with a small business firm or

with a nonprofit organization that is located in the United States

shall contain a provision allowing a Federal agency to require

the licensing to third parties of inventions owned by the contractor

that are not subject inventions unless such provision has been

approved by the head of the agency and a written justification has

been signed by the head of the agency. Any such provision shall

clearly state whether the licensing may be ,required in connection

with the practice of a subject invention, ~ specifically indentified

work product, o r both. The head of the ag~_ncy may not delegate

the authority to approve provisions or sig~' Justifications required

by this subsection (a) (1).

(2) A Federal agency shall not require the licensing of

third parties under any such provision unless the head of the

agency determines that the use of the inverttion by others is



necessary for the practice of a sUbject invention or for the

use of a work object of the funding agreement and that such action

is necessary to achieve the practical application of the sUbject

invention or work object. Any such determination shall be on

the record after an opportunity for an agency hearing. Any

action for judicial review of such determination shall be brought

within sixty days after notification of such determination.

10
(h)

c:; Desl...,;EC . .;~. 1\othing contained in this Act shall be con-

11 strued to deprive the owner of any background patent or to

I::? such rights as the owner may have thereunder.

STATUS OF INVENTIONS
Ad ...... 1.--

SEC. 306. The\pirect56 shall issue regulations eS~lishing

a procedure under which disagreements between a contractor

and a Federal agency as to whether an invention is a subject

invention may be resolved with administrative finalityQ?y the

secretaryJ.
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1 "

eXC'~U31'. It,"

ti tIe if the agency determines

111 anv invention to

and scope of

17

for bringing the invention to practical ap-

reater than reasonablv necessary. .

GO\'ER!QIEXT LICEXSIXG AUTHORITY

C. 307, (a) A Federalagency may grant exclu

the

are

J

3

4

J(i Government

13

15 partially

17 ,h:tt--

21 sive license;

",' (2) exclusive

1S (1) the des! ed practical applic IOn has not been

1~I achieved, or is not 'l'ely to be

:!iJ sonable period

:!.J to bring the to prac-

25 . tical application;

:2:.; reasonable and neccss call forth the in-

TITLE IV- .... LICENSING OF' GOVER..'\lMENT OWNED
INVENTIONS

GENERAL AUTHORITY

SEC. 401. Each Federal agency is authorized to--

"(1) apply for, obtain. and maintain patents or other fol'!ll3 cr'"
protection }Il th~ lUnite~ States and in foreign couppes. On
inventions In which the Federal Government owns a~}title-..# .

~~~;:nt nonex~lusive. cxciusiv~, or .pa~iali; .'~~cl~~t~
licenses under federally OW!1C-U patent applications, patents, Or I
other forms of protection obt;jincd. royalty-free or for royalties Or :
otl-1~rconsideration.and on such terms and conditions, includiJ;lg;
the grant to the licensee of the right of enforcement pursuant to
the provisions .of.chapt~r 2~ of J.l1-i3.t~tl~a~ detenpin.~.(tapp~cpri•.

.ate in the public interest; . 3) J c...1 :tt.., v:.10L:ff~;lG:,,::~
"(3) undertake all .:>.th:?rsuibhle and necessary steps to protect :

and administer rights to fedcr~lly owned inventions on behalfof;
the Federal Government either directly or-through contract;ar:d '

.' .' "(1.1) transfer custody and ~ldmini$tratioq.in v..hole or in part, to.
another Federal. age,~~¥~ oLlhe right, title. .or interest in _~y.:

r .. federally owned invention. . .'.-,. ~_;:.:::.:;:,~¥-t



SEC. 402.

REGULATIONS

The Administrator of the General Services

11

Administration~sauthorized to promulgate regulations~~ •

d i f" h " ~ r4. O~,..'"spe ~ lylng t e terms and conditions upon which any ~ ~

federally owned invention. other than inventions owned by·the'
Tennessee V8.Hey Authority. may be licensed on a nonexclu.sr."e,.·

~_par:ti~lly exclusive, or exclusive basis. - ::::j·~ti~~

RESTRICTIONS

".. .>:r~<1·.~"]

SEC. 403.( a) No Federal agency shall grant any license under a patencor" \
patent app licat ion on a. feder:\lly owned invention unless the person
requestlr:g the license has ~upplied th.e agency with. a P~ fer.
developmeJ:\t.,'lnd/or marhllI1g of the invention, except th~t:any .
such planilmy be treated by the Federal agency as commercial and
financial inforrnation obtaiuea from a person and privileged and
con fidential and not subject to disclosure under section 552 of title ::>

of the United States Code. .' ....• . '.' ;;;;11;.

"(b) A Federal agency shall normally grant the right to use or sell
any federally owned invention in the United States only to a licensee
that agrees. that any P~OdULt.s embodying the invention OT prod::-c€:d
through the use of the Invention will be manufactured substantially "
in the United Stales.· . '. .' '-:,.".,.

"(c)(1) Each Federal "!(ency may grant exclusive or partially .
exclusive licenses in any invention covered by a federally owned" "
dccoesbio patent or patent "pplication only if, after public notice and ..
opportunity for filing written objections, it is determined that- - "

"(A) the interests of the Federal Government and the public
will best be served by the proposed license, in view' oLthe
applicant's intentions, plans, and ability to bring the in"'cnti0D:t:' 
practical application or otherwise promote the invention's uqi·:·.
zation by the public; .... . ;.>:;-~~'.;c'·' ,

"(8) the desired practical application has not been Dchieved.;or:·' I
is not likely oxpeditiously to be achieved, under any nonexclUSIve.' I
license which has been granted, or which may begranted. on the
invention; " _ - " ."..:_;,':.'""?.:.:":.:

"(C) exclusive-lor partially exclusive licensing·is a l'e~na?Ie- I
and necessary iincentive to call forth the investment of r);k )-, ..0:, ......

capital and expenditures to bring the invention to practical.
application or otherwise promote the invention's utilization by,
the public; and '.,."

i£ "(D) the proposed terms and scope of exclusivity are- not
.::( greater than reasonably necessary to provide the incentive for
~ bringing th~ inveI!ti~n t?pr~ctic~l application or otherwise
<'"t- promote the invention s utillzntion by the public. "
'" "(2) A Federal agency shall not grant such exclusive or partially
,1',xdu;ive license under pnr"graph (1) of this subsection if it deter
l}lllines that the grant of such license will tend substantially to lessen
;competition or result in undue concentration in any section of the
{'country in any line of commerce to which the technology to be
:-;licensed relates, or to create or maintain other situations inconsistent
'~\1ihtEearitltrustTiws. ." .
1 H(3) First preference in the exclusive or partially €XclU3ive licens
:iin; of federally owned inventions shall go to small business firms
~::uJmi.t~i::f;plans that are determined by the agency to be within the
";capab,ht,es of the !irms and equally likely, if executed, to bring the
~invent~on to practical applicutior, as any plans submitted by appli-

, gcantslnat are not small business firms. .

. ..,..: ....:.... -_ ..---



•

~ "~) The Federal agency shall maintain a record of determinationsito grant exclusive or partially exclusive licenses.
f "(8: Any grant of a license shall contain such terms and conditions;
~3;) the Federal agency determines appropriate for the !?ro~ectio1"l; of I'

Hhe interests of the Federal Government and the public, including
~ provisions [O~· the following:
r "(l) periodic reporting on the utiliz"tion or efforts at obtaining
t utilization that are being made by the licensee with particular
~ reference. to the plan submitted: Provided, That any such infor-
~ mation:iiay be treated by the Federal agency as commercial andI financial information obtained from a person and privileged and i

r confidential and not subject to disclo:mreunder section 552 of!I title 5 of the United States Code; . \
"(2) the right of the Federal agency to terminate such license in

J whole or in part if it determinss thnt the licensee is not executing:
I the plan submitted with its request for a license and the licensee'

cannot otherwise demonstrate to thesatisbction of the Federal
agency that it has taken or can be expe"ted to take within a
reasonable time, effective steps to achieve practical application
of the invention; " . .

"un the right of the Federal agency to terminate such license in
whole or in part if the licensee is in breach of an agreement
obtained pursuant to paragraph (b)ofthis section: and

"(4) the right of the Federal agency to terminafe the license in
v..'hob or in part if the agency determine:"'! that such action is
n.ecessary ton:eet .rcqui[!:ment~ for public use specified by
Federal regulations Issued after toe d:1te()[ the license and such
requir-ements are not reasonably satbfied by the licensee.

. Y
TITLI.tT-- xnsCELL\.:\£:0rs

REPEAL OF EXlSTI:\G ST.-\.TCTORY RESE.-\.RCH _""'\D

7

8

DE\TLOP~IE:\T AUTHORIZATIO:\S

:*- C·
. SEC.;rol. The iollowing Acts are hereby amended as

9 follows:

10 (1) 'Section 205(2.) of the Act of August 14, i9-l6 (7

11 U.S.C. ~524(a); GO Stat. 10(0), is amended by striking out

12 the last sentence thereof.

13 (2) Section 501(c) of the Federal Coal Mine Health and

1-± Safety Act of 1969 (30 U.S.C. 951(c); 83 Stat. 742) is•

15 amended by striking out the last sentence thereof.

*A numberc of additions and technical corrections are
required in this section.

:,.



18

,,11 t.v repealing section' :~05 thereof (.±2 CS.C.

.) ::!-Li7): Provided, hOICCIW, That subsections (c), (d), and

::3 (c) of such section shall continue to be effective with

-± respect to any application for patents In which the

o written statement referred to In subsection (c) of such

6 section has been filed or requested to be filed by the

I Commissioner of Patents and Trademarks prior to the

S .effective date of this Act;

..... -~ .....

. :-.:.. _."' ~~.-

~£iW~i~~J.~1~:
. -i·?::':-:":"~

.J:... _:~~::~-:~.;;;~.:1~~

10

(b) by inserting the following new section 305:

"I:\YE:\TW:-iS AND COl\TRIBUTIO:;'S BOARD

11 "SEC. 305. Each proposal for any waiver of patent

12 rights held by the Administrator shall be referred to an In

13 ventions and Contributions Board which shall be established

l-± by the Administrator within the Administration. Such Board

15 shall accord to each interested party an opportunity for a

1G hearing, and shall transmit to the Administrator its findings

17 of fact with respect to such proposal and its recommendations

18 for action to be taken,with rcspect thereto.";

21

., '

.-t

(4) by inserting at the end of section 203(c) there

of (42 U.S.C. 2473(e)); the following new paragraph:

"(14) to provide effectiYe contractual provisions

lor rejlorting of the results of the activities of the.-\.d

ministration, including: full and complete technical re-



. ,

.:'",.' ._~.._.~'.- --.
-~;~";:" ;.,~.~'.:""':';' :;-r- 19

1 porting of anv innovation made in the course of or
-'.~f::~ _;2::~~-~:~'E~......-_....• -,,_.
•'.-'~--'C::I •.. ~ .. ",_...· - '.' -:.,:.'. -; ''':;::-.- 2 under any contract of the Administration.";

25 period .

9 203(c)(3) thereof (42 U.S.C. 2473(c)(3)) "(including

(6) by striking out the following 111 section8

3 (5) by. inserting at the end of section 203 thereof

4 (42 U.S.C. 2478) the following new subsection:

o "(d) For the purpose of chapter 17 of title 35 of the

6 Dnited States Code, the Administration shall be considered a

7 defense agency of the United States."; and

28 Stat. 188T) is ornended bv strikinz all "lter "hours" (Lt-. "
24 second timp, if :;p]Je::rs therein, and inserting in lieu thereof :I

10 patents and rights thereunder).".

11 (g) Section 6 of the Act of July 7, 1960 (30 U.S.C. 666;

12 74 Stat. 337), is repealed.

13 (h) Section 4 of the Helium Act Amendments of 1960

14 (50 U.S.C. 167b; 74 Stat. 920) is amended by striking out

15 both proviso clauses at the end thereof.

16 (i) Section 32 of the Arms Control and Disarmament

17 Act (22 U.S.c.. 2572; 75 Stat. 634) is repealed.

18 G) St,bse~tion (e) of section 302 of the Appalachian Re-
>

19 gional DeYelo~ll1cnt Act of 1965 (40 U.S.C~ App. 302(e); 79

20 Stat. 5) is repcalcd.

21 (k) Section 9 of the Feder~l Nonnuclear Energy Re

22 search and Dcvelopment Act of 1974 (42 U.S.C. 5908; 8S
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I: I :-:",tion ;,(i) of tbe Tt'llll",,('e YaHey Authority Act of

" ! ~':::j \ 1Li CoS.C. 8:31d(i);t8 Stat. (1) is amended by striking

:3 both proviso clauses at the end thereof.

un) Section o(d) of the Consumer Product Safety Act

J \15 LS.C. :2054(d); 88 Stat. 1211) is repealed.

G (n) Section 3 of the Act of April 5, 1944 (30 U.S.C.

I :3:2:3: 58 Stat. 191), is repealed.

8 (0) Section 8001 of the Solid Waste Disposal Act (42

9 LS.C. 6981; 90 Stat. 2892) is repealed.

10 (p) Sections 200 through 209 and section 211 of title

11 35, United States Code, are repealed.

1:2 (q) Section 6e (1) and (2) of the Ste\'enson-Wycller

13 Technology Inno\'ation Act of 1980 (15 U.S.C. 3705(e) (1)

1-1 and (:2); 94 Stat. 2313) is repealed.

RELATIONSHIP TO ANTITRUST LAWS

\

'SEC. 502. Nothing in this. Act shall be deemed to convey

to any person immunity from civil or criminal liability, or

to creat~ any defenses to actions, under any antitrust law.

15 EFFECTIYE DATE

1G· ,S:EG. 102. T£i-&-Aet shall :ahe effeet€; mORths after the

I';" d.Ole of enaetment of tbis .\ ct !



EFFECTIVE DATE

SEC. 503 (a) This Act will take effect on the first day

of the ninth month beginning after its enactment, but the

C2?it:~uthorizedto issue implementing regulations

prior to that date.

(b) After the effective date of this Act, each Federa~

agency is authorized, with the agreement of the affected

contractor and notwithstanding any other law governing the

disposition of rights in subject inventions, to amend any

contract awarded prior to the effective date of thiSA~~~

to substitute the contract provisions issued by the ~cretar~

under sectionc.§::>of this Act. \

(c) After the effective date of this Act, each Federal

agency is authorized, notwithstanding any other law governing

the disposition of rights in subject inventions, to allow

a contractor or an inventor to retain title to subject

inventions made under contracts awarded prior to the effective

date of this Act, subject to the same terms and conditions as
~....,'I~

would apply under ~his Act and the ~cretary~i~plementing
'1 ~

regu lations had thcI contract been entered into aft-er the

effective date of l;his Act.
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