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R el }Was amended by the agencies)
See. 2. Cooperative Research and Developmenit Agraements.

- Section 12(b)(1) of the Stevenson-Wydler T echnohgy Innovation Act of 1980
(15 U S. C‘ 3’710&(&)(1) is amended by inserting "or, inthe case of a
' . ted Jaboratory and subject to sectiong 209(a)(@) and hY(1)-(3)
/ of Title 35, United States Code, fia} may license any pre- existing federally

E N\ owncd invention directly related to the scope of the work under the agreement,”
 after "under the agrcement

| Se. 3. Licensing Foderally Owned Inventions.

{a) AMI-‘.NBMENT—Secnon 200 of Tr,tla 35, United States Code, is amended to
read 29 follows: ‘

| Sec. 209 Lwensmg federally owned mventmns.

(ﬁ) EXCLUSIVE LICENSES tAUTHORITY}-A Federal agency may

grant an exclusive or partially excluswe hcense on [a] &hﬁ

(1) granting the license is a reasonable and necessary

Mo mcentwe to - | | o
) ‘1: 69 }@ | (&) call forth the investment capital an expenditures
needed to bring the invention to practical application;
W@c i e S

(B) otherwise promote the inivention's uhhzaﬁon by
the pubhc, ~
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(2) the Federal agency finds that the public will be served by
the granting of ihe license, as indicated by the applicant's
intentions, plans, and ability to bring the invention to
practical application or otherwise promote the invention's
utlhzation by the pubhc

bv the mlhhc )

(3) the applicant makes a commitiment to achieve practical
apphcation within a reasonable time;

=g
- {4) granting the license will no@substanﬁaﬂy lessen
competition or cxeate a violation e Federal antitrust

laws; [and]

E

(5) in the case of an invention covered by a foreign patent
application or patent, the interest of United States industry in
K foreign commerce will be enhanced[.] ;

(0 :

Lg))] (1 MANUPACTURE IN UNITED STATES- A_F_ed:;al
agency [Llccnses] shall normally [be. granted under ﬂ'lls scctlon]




8 Ugited States only to a licensee that agrees that any products
embodying the invention or produced through the use of the
14 %ﬂ [v

zgv tion will be manufactured substantially in the United States.
([c] 2) SMALL BUSINESS-First preferonce for granting licenses
, undér this section shall be given to small business firms having

equal or greater likelihood as other applicants to bring the
Invention to practical application within a reasonable time;

>
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"EPTED PATENTAICENSES- The provisions ofth W”‘W&’Ac' "
r 17 . PR 0 ay £ snee of paken 'M’l‘?#'?c Q/

{¢ ¢) TERMS AND CONDTTIONS-Licsnsss granted under this section - |
shall contain such terms and conditions as the granting agency considers
appropriate. Such terms and conditions—

(1) shall include provisions--

([A] B) requiring periodic reportmg on utilization of the invention,
and utilization efforts, by the hcensee




([B] C) empowering the Federal agency to terminate the license in
whole or in part if the agency determines that—
(@) the lLicensee is not fadequatcly} executing its commitment
to achieve practical application of the invention fwithin=
. rezsonabte-tinie}, including coromitinents contained in any

plan submitfed in support of its request for a license, and the

iicenses cannot otherwise demonstraie to the satisfaction of
the Federal agency that it has taken or can be expected to
take within a reasonable time, effective steps to achieve
-practical application of the invention;

(i) the licenges is in breach of an agreement described in
subsection (b); [or]

(iii) termination is necessary to meet requirements for public

use specified by Federal regulations issued after the date of
. the license, and such requirements are not reasonably
satisfied by the licensee; [and] or
(iv) the licensee has been found\by competent authority to
viplate the antirust faws in connection with its performance
under the license agreement,

[(e) PUBLIC NOTICE-No license may be granted under this section

-unless public notice of the availability of a federally owned invention for
- licensing has been provided at least 30 days before the license is granted.
This subsection shall not apply to the licensing of inventions made under a

cooperative research and development agreement entared into under

“section 12 of the Stevenson-Wydler Technology Innovation Act of 1980
(5U.8.C. 3710a).]

[(f) NON-DISCLOSURE OF CERTAIN INFORMATION-Information
(other than the name of an applicant or licensee, type of license and field

~ of use) obtained from an applicant or licensee pursuant to this section

_ v s
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(R h N shall be treated by the Federal agency as commercial and financial
o information obtained from a person and not subject to disclosure under
§ 552 of title 5 of the United States Code.]

(b) CONFORMING AMENDMENT-The item relating to section 209 in the
table of sections for chapter 18 of title 35, United States Code, is amended to
read as follows:

209, Licensing federally owned inventions.
(¢} AMENDMENT-8ection 207(a)(2) of Title 33, United States Code, is

amended by adding after "exclusive,” "co-exclusive” and replacing "patent
applications, patents, or other forms of protection obtained” by “invcntion. "

Sec. 4. TECE-}'I\HC% AMENDMENTS TO THE PEDERAL TECHNOLOGY
TRANSFER ACT-

1, Addin 15 U.S.C. § 3710c@(1{AYT) after "coinventors” - *, whose
rights are assigned to the Governmet.”

2. Delete “obtain or” in the first sentence of 15 U.S.C. § 3710d(a) and
. add at the end of section:
The sgency may reassign its rights to the inventor(s) if it chooses
not to continue prosecution of the patent application or to mamtmn

the patent on the invention or otherwise commercialize the
invention,

3. Delete the last sentence of 15 U.S.C. § 3710c(a)(B).

. Sec. 5. JOINT INVENTIONS UNDER THE BAYH-DOLE ACT

Amend 35 U.S.C. § 202(e) by replacing "transfer® with "license,"
inserting after "such co-inventor" "the nonprofit organization or small

business firm" and deleting "to the contractor subject to the conditions set -~ -

forth in this chapter.” -

Ko1s




| .. RIGHTS IN PRIVATELY OVNED INVENTIONS

1. Add after "contract” in 35 U.S.C, § 207(s)(3) "including the o
acquiring of rights for the Federal Government in any invention when ci b
necessary to facilitate the licensing of a federally owned mvettion.” S

2. Add after "federaily owned” in 35 U.S.C. § 207(a)2) "or licensed."

S : 3. Add after "other payments" in 15 U.S.C. § 3710c(e)(1)(A) "for rlghts
i o  in any federally owned invention."
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