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i\ CHAPTER 18—PATENT RIGHTS IN INVENTIONS
N . MADE WITH FEDERAL ASSISTANCE (d) The term “invention™ means any in
. ven.

|
: Bec, tion or discovery which Is or may be
: patent.
| 200. Policy and abjective. able or stherwise protec k
| © 20}, Definitions, ‘ _ ‘ p table under this title.
. 202 Disposition of righta. il i
2063, Mareh-In rights. . -

l _ ) 204.  Preference for United States industry.

208. Confidentiality.
208, Uniform clauses and regulations. )
201. Domestic and foreign protection of frderally I ’ ) -
) owned Inventions, : - (e) The term 'subject invention” means any
208. Regulations governing Federn) licensing, {ovention of ‘the contractor conceived or first
208. R‘erslm;::om on licensing of federuily owned actually reduced to practice in the perform- |
. thventions, : : kY i
% 210. Precedence of chapter. ance of work pndqr af undx_.ng sgreement,
| anl Relationship to antitrust lawy. . :
F 212 Disposition of Fights in sducational awards, '

t%e %lant Variety o

occur during the Eﬁod of contract performance
' §200. Policy and objective '

. . f) The term “practical application” means
It Is the policy and objective of the Congress ' ( _ :
to use the patent system to promote the utilea. I to manufacture in ithe case of a composition
‘tion of Inventlons arising from federally sup- ioor 9“‘3"‘:&-- to practice in %he case of 2 :f:ro_ces
pdrted research or development: to encourage prr"me R :?.r o o%er_tte nht.he cueg : mat;
maximum participation of small business firms ¢ 't';_'i-" System. and, ;n, °“h°“°,; under suc
In federally supporied research and develops conditions as to establish that the invention
rasnt efforLs: to promaote ollaboration brlucen Is being utilized and that its benefits are to
commercial concemns end ncaprofil Orsuis. , the extent permitted by law or Government
uc;_:;; including unierss tes: o vrsure (hal in- rgiultations svailable to the public on reason-
ventions made by nonprofit oreanizations and- A0ie Lerms. . - ‘
small business firms are used in a manner to . ® Th: temt:‘ made uh:g used in rt;,»lation .
bromata" 1t compeiion, 1nd chterpi o ot e TR T e S
promote the commereializstion and public vention.
evailability of inventions msde In the Untied L eeir aee f .
States by Caited S'ates industry and Inbor to ) ‘hl’l'{;hf}cﬂn sall b-<g-;§s i’&m meens 4
ensure that the Goverrment obiains sufficient L?;’ubl‘f-"ﬁ:&? ggngs-é‘n( 1255 Uté-lé- 6:".; sectéon
rights in federally supporied {nyenlions to meet - °Ie tfn w ]- ” ® h AdmiJ aL?t I::
the needs of the Government and prolect the - g ¢ t'g:nSma‘ur;?s l; :sn: Isetntl nistrator
public against nonuse or unreasonsble use of @) The term e"nonmroﬂt . onlzati -
inventions: and to minimize the costs 0f admin. ¢ Iversitl ) pth ln?imtl o .
in this area. means universities and other titutions ¢
stering policies ~ higher education or an organization of the
' type described in section 501(cX3) of the In.
ternal Revenue Code of 1954 (28 U.S.C

£ 201, Definitions

As used {n this chepter— .
-(a) The term “Federal agency” means ANy
executive agency as defined Ln section 108 of

- l ‘ 501(c)) and exempt from taxation under sec.

. tion 501(s) of the Internal Revenue Code (28
U.S.C. $01(a)) or any nonprofit scientifie or
educational organization qualified under a

o ar
| 44 % title 5. United States Code. and the milltary §tste nonprofit organization statute,

depariments as defined by segiton 107 of title
5, United States Code. ¢ e wenas . ) _
© (b) The term 313D N N _
nrf:, contract, grant, or Cooperative agreement’ 0202 Dispostilon of rights -
entered into between any Federm asendy. -+ - (1) Exch nonprofit organization or small busi-
other than the Tennessee Vailey ““"‘"'“"{U * ness firm may, within a ressorable time after =
and any contractgh for the perfermancy o, d;’;"”“’f “.I"Q““‘Ed by paragTaph (exl) of
. mental, or research this secifon, elect to retain title to any sublect
‘ :’Z’:ﬁ'}ﬁ'ﬁgﬁ in :r::;leogr in part by the Feder- invention: Provided, however, That & fund'ng
al Government. Such term includes any as- sgreement may provide-otherwise (1) sdren—sie
signment, substitution of parties, or subcon-
tract of any type entered into for the per-

4,

" formance of experimental, developmental, or ciiity. ] . ] T - _ _ f

. research work under a hWt as Lo P A nited States o |°

. ein defined. mwm x_km.t_lc m&lﬂ_‘h&%%ﬁ—— 17 rril
. he(::) n‘rtelen term “contractor” means any .glw_n_ ocated in the Uny . e

person. small business firm, or nonprofit or-
ganization that (s & party to & funding agree-
ment.

. i4f) tn exceptional circumstances when it
is determined by the agency that restriction or
elimination of the right to retain title to any
subject inventlon will better promote the policy

- and objectives of this chapter es(iil) when It is

- determined by & Government authority which
s authorized by statute or Executive order to
conduct forelgn iIntelligence or c¢ounter-intelli-
gence activities that the restriction or elimina-
tion of the right to retain title to any subject




CHAPTER 18—PATENT RIGHTS IN INVENTIONS
MADE WITH FEDERAL ASSISTANCE

2 ‘ e (d) The term “invention” means any inven-

] tion or discovery which is or may be
200, ) ] A y pat,ent-
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L 203.  March-in rights. ' i«
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; 208. Uniform clauses.and regulations.
207, Domestic and fereign protection of fedemly i
owned Inventions, ) (e) The term “‘subject invention” means any
208. Regulstions governing Federal licensing, invention of the contractor conceived or first
208. R[enSt:mL}OM on lcensing of federally ouned actually reduced to practice in the perform-
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: _ _ oceur during the period of contract performance
‘ : § 200. Policy and objective : :

It Is the policy and objective of the Congress
to use the patent system to promote the uifli-a-
tion of inventions arising from federally sup-
ported research or development; to encourage
maximum participation of small business {jrms
in federally sunported reseacch and deivclop-
mznt efforts; 1o promoie collaboration beluween
comnmercial -concerns end nonyrofit orgnauias
tions, inclucding universities; 1o cnsiure that in-
‘veniions made by nonprofft oryanizstiofs and
smal]l business firms are used in a manhner to
promote free competition and enterprise.-to
promote the commercialication and publle
evallability of inventions rmade In the Uniied |
States by United S:ates industiry and labor 0
ensure that the Goverrment cobisine sufficient
rights in federally supported inveniions 1o meet
the needs of the Government and protect the
public against monuse or unreasonable use -of
inventions; and to minimize the costs of admin.

- istering pollcles in this area.

(f) The term *‘practical application” means
to manufacture In the case of a composition
or product, to practice in the case of & process
or method, or to operate in the case of a'ma-
chine or system; and, in each case, under such
conditions as to establish that the invention
is being utilized and that its benefits are to
the extent permitted by law or Government
regulations available to the public on reason-
able terms.

{(g) The term “made” when used in relation
to any irvention means the conception or.
first actua) reduction to practice of such in- -
vention. ' '

(h) The term “smell busiress firm” means a
small business concern es defined at section 2

- of Public Law 85-536 (15 U.S.C. 632) and !m-
plementing regulations of the Administrator
of the Sme}l Business Administration.

(I} The term ‘“nonprofit organization™
Jneans universities and olher institutions of
higher education or an orgenization of the
type described in section 501(eX3) of the In-

t-‘-:nl.bennmom - ternal Revenue Code of 1854 (28 US.C

As vsed in this chepter— . .

(2} The term “Federal ageng)’ means ANY
executive agency as defined in sectlon 108 of
title 5, United States Code, and the-ﬁm_iliury
depariments es defined by sevtien 102 of title
5, United States Code. . .

(h) The term “funding asrtremient” means
any contract, grant. or CoOOperalnne sgreomnent
entered into between any Frdefal Apcily.
other than the Tennessee Valley Authority.
and any contractor for the performance of

experimental, developmental, or research
work funded in whole or in part by the Feder-
sl Government. Such term includes any as-
signment, substitution of parties, or subcon-
tract of any type entered into for the per-
formance of experimental, developmental, or
research work under a funding agreement as
herein defined.

(c) The term ‘“contractor’ means any
person, small business firm. or nonprofit or-

ganization that is a party to & funding agree-.

ment.

501(c)) and exempt from taxation under see-

tion 501(a) of the Internal Revenue Code (26

U.S.C. 501(s)) or any nonprofit scientific or

educational organization gualified under a
- State nonprofit organization statute.

£ 202. Dieposition of rights

a) Each nohprofit organization or small busi-
ness firm may, within a reesonable time after
disclosure as reguired by paragTaph (cX1) of
this seciton, elect to retain title to any sublest
fnvention: Provided, howvever, That a fund'ng
s&iTeement may provide otherwise (i) owiyapriion

ehity, .

(i) in exceptional circumstances when it

ited State |

ve a place of business located in the Uni tat:
i i control of & foreign government _

s determined by the agency that restriction or
elimination of the right to retain title to any
subject Invention will better promote the policy
and objectives of this chapter esm(lil; when it Is
determined by a Government authoerity which
is suthorized by statute or Executive order to
conduet forelgn Intelligence or counter-Intelll-
gence activities that the restriction or elimina-
tion of the right to retain title to any subject




B R T AR

invention i5 necessary to protect the security of
such activities.

iv) when the fundin aement

i ration of a‘ﬁtvemment-ownea contractor-o r-
i the De artment of Lnergy primariiy dedicate

-that De artment s naval nuclear propulsion or wea Em

rograms an

unding agreement llmMitailons unger 18

subparagra n the contractor s right to elect title to 2 su ez::
invention are | mited to inventions occurrin under the ahove
fthe DE_D_artment of Energx ' .

fwo programs o)
el The rights of the nonprofit or-
zamzation or small business firm shall be sub-
ject to the provisions of paragraph (c) of this
section and the other provisions of this chap-
ter.

- -

{bX1) The rights of the Government under subsection (a) shall not

be ‘exercised by a Federal agency unless it Lirst det that at
Teast one of tge conditions identified in clauses (1) tRTough (i1) of

- “subsection (a) exists. Excegt in_the case Of subsect
. agency shall file with the Secretary of Commerce, wit

ermines that a

on 1aKin 2

tﬁtoi.':.'.
=

hin thirty days

. agter t:ﬁe award of the agghcaEIe iunamg agreement, a cog:i o¥ suci’i

-determination. In the c%;g of @ determination under subsection

faXii}, the statement shail include an analysis justifying the determi-

pation. In the case ol determinations applicable to fundin ef-
it

menfs w:tE mEII 5 g {irms, copies shall als¢e be se o the

fon o satt

T B [1evea that an individual determina-
0 of determination ontrary to the policies and
n conformance with this

jectives of t E ghagte; or otherwise not i
hapter, the retary shall so advise the head of ti.: agenc
ncerna ang the Kémmmtrator o? the U fice of FeEerﬂ Frocure-

riDINg classes o 31tuat10ns m whic agenc:es rnay not exerclse

the authorities of those clauses.

of the Smal] Business Adminisiration. If




(3} At least once each year, the Comptroller
General shall transmit a report 1o the Commit-
tees on the Judiciary of the S=2nate and House
of Representatives on the mznn-r in which this
P : chapter Is being implemented by the agencies
1 : and on such other aspects of Government
patent policles and practices with respect to _ )
fedeérally funded inventions as the Comptroller
General believes appropriate.

(4) If the contractor believes that a determination is contrary to
pter or constltutes an apuse of

(c) Each funding sgreement with o small busl-
ness firm or nonprofit orgznization shell con-
taln eppropriate provisions to effectuate the

rolloa lnr

recelve titl to a.ny subject Inventfon not re-
ported to It

vention within a\reasonable tjme after dfsc]o-
sure and that thd Federal Fovernment may
receive title to any vhvention In which
‘the contrector does'got eléet to retaln rights
thin such time.
a contractor electing
tions within résson-
ederal Government

(3) A reqguirement th
rights file catent app
able times end that.
may receive title to Any s
the United States
the contractor ha& not filed\ patent applica-
tions on the s i 3

times,

(4) With re n in shich
the contractbr elects rights, te Federal
agency she ONLraAns-

ferable, irpevocable; paid-up license\to prac-
tice or haie practiced for or on beha. of the

" ontractor discl ach subject invention to the
_ m‘j% becomes -
i, _ actQr personnel responsi L toe adminisira. administra- :

that is not more tqan sxxty d iays prxor to the end of the statutory




such times.

C-
ai toeectritsmt n

t elect to retain rights or

at a contractor electing rights in a subject invention
tent application prior to any statutory bar
d_a;e that may oceur under this title due to publication, on sale,

shall tHeréafter file correspon aten
coupniries in Wi
le ti that t

receive title to any subject inventions in the tes or
- other countries In which the contractor has not filed patent
appiications on the su invention within such tunes.
b to0 any invention in WHIich th

1t res e contractor
elects nggts; ;Ee Federal agency shall have a nonexclusive,

g. - n:l] e -, (] (312 1)e=T) ( Blc l&-x' ot LA 3413 <! .'-,
invention throughout the world: Providea at the funding

provide tor such additionas ts; including the
or_have assigned foreign Nt rights in the

gg;-leement may
right to assign

inclu ' greement relating to weapons deve
-and production. . : - S

-

(5) The right of the Federzl agency to re-
quire periodic reporting on ‘the utilization or
efforts at obtaining utilization that are being
made by the contiractor or his licensees or as-
signees; Provided, That any such information

" be treated by the Federal agency &s com-
mereial and financial {nformation obtainefl

" from s person and privileged and confidential
and not subject to disclosure under section
552 of title 5 of the United States Code.

- (6) An obligation on the part of the contrac-
tor, in the event a United States patent apph-.
cation is filed by or on its bcjhalf or by any ?15-
signee of the contractor, 10 include within the
specification of such application and nl.ny
patent issuing thereon, & statement specify-
ing that the invention was made with Govern-
ment support and that .t.h_e Government has
certain rights in the invention. <.




v
{
(7) In the case of a nonprofit organization,

(A) a prohibition upon the sassignment of
rights to a subject invention in the United
States without the approval of the Federal
agency, except where such assignment is
made Lo An o yanizaticn which has as one of
jts primary functlons the marzgement of in-
VNS bRt i ettt

_ N s

ture or sale af products or the use 01' process-

+err (provided that such assignee shall be
subject to the same provisions ag the contrac-
105); ¢ Bl i e e o g Syt gt ]
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"quirement.that the contractor share royalties
with the inventor; M—*-B-J-t-recnﬂnmrrrrmt

j L

edvention _
I ( t with to 8 fundin ee-
- ment for the operat; v ent-owned-contractor-Oper-

acilit ent that the balance of any ro es or
DC : ontractor qul— respect to subject inven-

ents to inven-

‘ - Note - "(D)"
- requirement that, except where roves inieasible a : - to the lefr
feasonable in ~in the licensin 'of Subject inventions SHall Be should have
Ziven E‘s‘mﬁusmess Tirms, and (E) with respect to a funding the words
agreement for the operation of a Government-owned-contractor- . "a preferenc

operated facility, requirements (1) that alter payment of patent- . before the
ing costs, licensing <os Aypien word "{in."
%Fnsa mcx%en? E the a%xsﬁrailon of suﬁjﬁ inventions, It is expect
reent of the ance of any rovalties or income earned _ P
and retained EE the contractor during any 1iscal 3iear uF toan - that this wi
‘amount equ percent of the annual budget of the taciity, : be corrected
shall be used by the contractor for scientiflc researc evelop- early in the

ment, and education consistent with the research and develop- . next Coner
- ment mission and objectives of the Jacility, including AcCtiVities TeRR LoneTes

tkat incr the licensin tential of other inventions of the
fasih rovided that i sa.xd Eaance exceeds 5 rcent of_ Eﬁg
a-nu udget 0 @ facllty, tha percent of SUch excess
s@ 5_ 531& to the *I'reasu% ot tﬁs Umted States and the
e 2 percent § [T & same purposes as
aescn% above in this clause (D); anH lui that, to tﬁe extent it

rovides the most ellective technology iransier, the licensing ot
'Isua' ect laventions shall De adminis Ere& by contracior eropioy- -
ees on Jocation at toe Fac:hgx."




{8) The requirements of sections 20
204 of this chapter. 3 and

() 1f a contractor does not elect to retaln
title to & subject invention in cases subject to
this section, the Federal agency may consider
and after consultation with the contracior
grant requests for retention of rights by the {n-
ventor subject to the provisions of this Act and : -
regulations promulgated hereunder.

te) In any case when a Federal employee is g
coinventor of any Invention made under a fund.
ing agreement with a nonprofit organization or
small business firm, the Federal agency em-
ploying such coinventor is authorized to trans.-
fer or assign whatever rights it may acquire in
the subject invention from its employee to the
contractor subject to the conditions set forth in
this chapter. .

(£31) No funding agreement with a s:rall
business flrm or nonprofit organization shall
contain a provision allowing & Federal agency
to require the licensing to third parties of in-
ventions owned by the contractor that are not
subject inventions unless such provision has
heen approved by the head of the agency and a
written justification has been signed by the
head of the agency. . Any such provision shal]
‘clearly state whether the licensing may be re-

- Quired in connection with the practice of a sub-
ject invention, .a specifically, {dentified work
chject, or both.. The head of the agency may
not delegate the authority to spprove provi-
sions or sign justifications required by this
raragraph. '

12) A Federal agency shall not reguire the ii-
censing of third parties under any such provi-
sion unless the head of the agency detersines
that the use of the invention by others is neces-
sary for the practice of a subject inventicn or
for the use of a work object of the furding
agreement and that such action is necessary

- achieve the practical application of the subject
invention or work object. Any such determina.
tion shall be ¢n the record after an opporiunity
for an agency hearing. Any action commmenced
for judicial review of such determination shall
be brought within sixty days after notification
of such determination.

1 203. March.in rights

{1} With respect to any subject invention In
" which s smal] business firm or nonprofit orya-

-nization has acguired title um_ier this che;ier,
the Federal agency under whose funding s, ee
ment the subject invention was made shall have
the right. in sccordance with such procedures
as are provided in regulations promulgated
hereunder o require the contractor, an assign-
ee or exclusive licensee of a subject invention to
grant a nonexclusive, partizlly exclusive, or ex.

- clusive license in any field of use to A responsi- - —-=
ble applicant or applicants, upon terms that are '
ressonable under the circumstances, ang if the
contractor, assignee, or exclusive licensee re-
fuses such reguest, to grant such a license .

- itself, if the Federal agency determines that
such—

{a} action is necessary because Lhe contrac-
tor or assignee has not taken, or is not expect- : -
ed to take within a reasonable time, effective ' .
steps to achieve practical application of the
subject Lnvention in such field of use;
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.

{h) action {s necessary to alleviate health or
safety needs which are not reascnably satis-
fied by the contractor, assignee, or their li-
Censees; )

(¢) action is necessary to meet requirements_
for public use specified by Federal regulations
and such requirements are not reasonably

- satisfied by the contractor, assignee, or licens-

ees; or

(d) action is necessary because the agree-
ment required by section 204 has not been ob-
tained or waived or because a licensee of the
exclusive right to use or sell any subject in-
vention in the United States (s in breach of
its agreement obtained pursuant to section
204.

2) A determination pursuant to this section or section 20 4
shall ot be subject to the Contract Disputes Act {41 U.5.C. 6
T AR administrative appeals procedure shall be established by .
regulasions promulgafed 1n accordance with section 206. Addi-

ti~nall+w, any contractor, inventor, assignee, or exclusive licensee
asversal EPE&CEE-E A delerMmINALion unger this section may, at an

~ time wit 51_’82 E r_the determination 13 issued, file a
‘pefitiod in the Und aims Court, Which s ve juris-

E__CIIOD. t0 determine the appeEI_ on _the record and to alfirm, reverse,

remand or m Y, as appropriate, the determination of the
Federal agency. In cases descri in paragraphs (a) and (c), the

ency § deterrmunation s eld in ance pending the
. exhaustuon of & _Or _petitions under the D i

. gntenc_e. :

7 § 204. Preference for United States industry

Notwithstanding any other provision of this
chapter, no small business firm or nonprofit or-
ganization which 'receives title to any subject
invention and no assignee of any such smal

. business firm or nonprofit organization shall
. _grant to any person the exclusive right to use
" or sell any subfect invention in the United
States unless such person agrees that any prod-
ucts embodying the subject lnvention or pro-
duced through the use of the subject {nvention
“will be manufactured substantially in the
United States. However, in individual cases, the
requirement for such &n agreement may be
walved by the Fedesral agency under whose
funding agreement the [(nvention was made
upont & showing by the small business firm.
nonprofit organization, or assignee that reason-
able but unsuccessful efforts have bezn made to
grant licenses on similar terms“to potential li-
censees that would be llkely to manufacture
substantially in the United States or that under
the circumnstances domestic manufaciure Is not
commercially feasible.

8 205, Confidentiality

Federal agencles are authorized to withhold
from disclosure to the public Infurmation dis-
closing any invention in which the Federal
Government owns of may own a right, title, or
interest (including s nonexclusive license) for s
reasonable time in order for a patent applica--
tion to be flled. Furthermore. Federal agencies
shall not be required to release copies of any
ducument which is part of an application for
patent flled with the Unlted States Patent and
Trademark Office or with any foreign patent
office.




§ 206. Uniform clauses and reguiations

Ofﬁce of Federsal Prpcurement Po

after ré
of Science
.- regulatisns which
_ . Federal agencies tmp
T of sections 202t

%aﬁons and ' ing

public comment before their issuance.

§ 207. Domestic and foreign protection of federally
owned inventions

u Each Federal agency s auth o=

: (1) apply for, obtein, and m=ziztain patents
or other forms of protection 111 the United
States and in foreign countries on inventions

. In which the Federal Govemment oWNs &
right, title, or interest;

(2) grant nonexclusive, exclusne or partial.
ly excluslve llcenses under federally owned . )
PELent applications, paetents, or otker forms : : -
of protection obtained., royalty-free or for
rovalties or other consideration, and on such
terms and cond!tions. including the grant to
‘the licensee of the right of enforcement pur-
suant to the provisions of chepter 29 of this : .
title a5 determined appropriate in the public o : _ -
interest;

(3) underteke all other su l¢ end neces-
5&TY sieps to protect &nd zdminister tights to
{ederslly owned {nventlons on behelf of the
Federal Government elther dirsctly or
through contract; and’

{4) trensfer custody ana s*‘*:'-"‘r'_.!on in
whole or in p—u’t to arct: feral 1Iency,
of the right, title, or Inlcrist In &aay 'e_era'ly
owried inventfon.

-7 .. % For the pu of assuring the effective management of
_ com%m—eﬁ—m 5

ency efforts to promote the licensing and
vernment-owned inventions;

: nclesastoarea.sof
eveo




# 208. Regulations governing Federal licenaing
The Admriristestor-ei—Cencanl-Ran-i0eé Secreta of
Commerce is au. )
thorized to promulgate regulations specifying . _
the terms and conditions upon which any feder-
ally owned invention. other than inventlons
owned by the Tennessee Valley Authority, may

be licensed on a nonexclusive, partially exciu-
slv_e.' or-exclusive basis.

§ 209. Restrictions on licensing of federally owned in-
ventions

(a) No Federal agency shall grant any license
under a patent or patent application on a feder-
ally owned invention unless the person request-
ing the license has suppiied the agency with a
plan for development and/or marketing of the
invention. except that any such plan may be
treated by the Federal agency as commercial
and fipancial information obtained from a
person and privileged and confidential and not -
subject to disclosure under section 552 of title §
of the United Statss Code, o, ’ .
(b) A Federal agency shall normally grant the
right to use or sell any federzlly owned inven-
ticn in the United Stales-only to a licensee that
agrees that any products embodying the inven-
tion or produced through the use of the inven-
tion will be manufactured substantially in the
United States. i :
(c}1}) Each Federal agency may grant exclu-
sive or partially exclusive licenses in any inven-
tion covered by a federally owned domestic
patent or paient application only if, after
public notice and opportunity for filing written : -
- objections, it is determined that— R .
" (A) the interests of the Federal Govern- '
ment and the public wiil best be served by the
- proposed license, in view of ihe applicant's in-
tentions, pians, and ability to bring the inven-
tion to practical application or otherwvise pro-
mote the inventjon's utilizatiion by the pubiic
(B) the desired practical application Las not .
been achieved, or is not likely expeditiously :
to be achieved, under any nonexclusive M-
cense which has been granted, or which may
be granted, on the invention:
{C) exclusive or partially exclusive licensing
is a reasonable and necessary incenfive to call . E
forth the investment of risk capital and ex- : i
penditures to bring the invention to practical _ j :i,
application or otherwise promote the inven. ’ :
tion's utilization by the public; and
. D) the proposed terms and scope of exclu- e
sivity are not greater than reasonably neces- :
sary Lo provide the incentive for bringing the
ii-atien Lo practical application or other-
..o 1.oomcle Lhe imvention's utilization by
the noBhie, '
12 A Fed=ral agency shall not grant such ex-
clusove or partizlly exclusive license under para-
graph (1) of this subsection if it determines
tLat the grant of such license will tend substan-
tially Lo .e<<en competition or result in undue
cutceniration in any section of the country in
any line of commerce o which the technology
Lo be licensed relates, or to create or maintain
other situations inconsistent with the antitrust
laws.




¢3) First preference in the exclusive or par-.
tially exclusive licensing of federally owned In-
ventions shall go to small busiress firms sub-
mitting plars that are determined by the
agency to be within the capabilities of the firms
and equaily likely, if executled, tp bring the in-
vention to practical application as any plans
submitted by applicants that are not small busi-
ness firms.

(d) After consideration of whether the inter-
ests of the Federal Government or United
States Industry in foreign commerce will be en-
hanced, any Federal agency may grant exclu-
sive or partially exclusive licenses in any inven-

- tion covered by a foreign patent application or
patent, after public notice and opportunity for
filing written objections, except that a Federal
agency shall not grant such exclusive or partial-
ly exclusive license if it determines that the
grant of such license will tend substantially to
lessen competition or result in undue concen-
tration in any section of the United States in
any line of commerce to which the technology
to be licensed relates, or to create or maintain
;.)ther situations inconsistent with antitrust
aws.

(e} The Federal agezney shall maintzsin g
record of deterinirations to ‘grant exclusive or
partially exctusive licenses.’

{f) Any grant of a license shall contain sueh
terms and conditions as the Federal sgency de.
termines appropriate for the protection of the
interests of the Federal Government and the
public, including provisions for the following:

(1) periodic reporting on the utilization or
efforts at obtaining utilization that are being
made by the licensee with particular refer-
ence -to the plan submitted: Provided, That
any such information may be treated by the

Federal agency as commercial and financial

information obtained from a person and privi-

leged and confidential and not subj=ct to dis-
ciosure undeér scction 552 of title 5 of the

Urited States Code; . ’

(2) the right of the Federal agency to termi-
nate such license in whole or in part if It de-

~ termines that the licensee is .not executing

the plan submitted with {ts request for a U.
cense and the licensee cannot otherwise dem-

- onstrate to the satisfaction of the Federul
‘agency that {t has teken or can be expecled
to take within a ressonable time, effective
steps to achieve practical application of the
invention; _ .-

" . {3) the right of the Federal agency to termi-
nate such license In whole or in part If the Y-
censee i in breach of an agreement obtained
pursuant to paragtaph (B) of this section; and

(45 the right of “le Faderal ageney 1o termd-
nate the license in whole or in part {f the

" agency determines that suck actlion is neces-
sary 1¢c meet reguirernents for public use spee-
ified by Feders! regulations !ssued alier the
dale of the license and such requirements are

" not rezsanably satisfied by the licensee,

8 210. Precedence of chapter

(a) This chapter shall take precedence over
any other Act which would require a disposi-
tion of rights in subject {nventions of srnall
business firms or nonprefit organizatlons con-
tractors in a manner that Is {nconsistent with




this chapter, including but not necessarily lim-
ited to the following:
- (1) section 10{a) of the Act of June 29. 1935,
8s added by title I of the Act of August 14,
1946 (7 U.B.C. 42Tia); 80.Stat. 1085):

(2) section 205(s) of the Act of August 14,
1946 (MU S.C. 1624(ay, 80 Stat. 1090);

(3) section 50i{c) of the Federal! Mine
Safety and Health Act of 197T (30 U.S.C.
951(c); 83 Stat. 142); . '

(4) section 106(c) of the Natjonal Traffic

and Motor Vehicle Safety Act of 1966 (15 _

U.S.C. 1395(c); 80 Stat. 721):

(3) section 12 of the National Science Foun-
dation Act of 1950 (42 U.S.C. 1871(a): 82 Stat.
360); =

(6) section 152 of the Atomic Energy Act of
1954 (42 U.S.C. 2182; 68 Stat. 943):

(T) section 305 of the National Acronautics
and Space Act of 1958 (42 U.S.C. 2457):

(8) section 6 of the Coal Research Develop-
ment Act of 1960 (30 U.S.C. 666; 74 Stat. 337):

(9) section 4 of the Helium Act Amend-
ments of 1960 (50 U.S,C. 167b; 74 Stat. 920):

(10} section 32 of the Arms Control and
Disarmament Act of 1961 (22 U.S.C. 2572; 15
Stat. 634); : .
~(11) subsection (e) of section 302 of the Ap-

palachian Regional Development Act of 1965 -

(40 U.S.C. App. 302(e); 79 Stat. 5% :

(12) section 9 of the Federal Nonnuclear

Energy Research and Development Act of
- 1974 (42 U.S.C, 5901;' 88 Stat. 1B878y; -

(13) section 5(d) of the Consumer Product
Salety Act (15 U.S.C. 2054rd); 86 S'at. 1211);

(14) sectior 3 of the Act of April 5, 1544 (30
U.S.C. 32%; 58 Stat. 191);

"(15) section 800l(cX3) of the Solid Waste
Disposal Act (42 U.S.C. 65981(¢); 90 Stat. 2529

(16) section 219 of the Foreign Assisiance
Act of 1861 (22 U.S.C. 2179, 83 Stat. 806);

(17) section 427(b) of -the Fedefz] >fine
Hezlth and Safety Act of 1977 (30 U.s.C.
937(b); BS Stat. 155)

{18) section 306(d) of the Surfacs Mining

. and Reclamation Act of 1977 (30 US.C.
1226(d); 91 Stat. 455);

{19} section 21(d) of the Federal Fire Pre.
vention and Control Act of 1974 (15 U.S.C.
2218cd): 88 S*at, 1548);

(20) section 6(b) of the Solar Photavnl*sic
Energy Reséstch Development aad Dermon.
siration Act of 1978 (42 U.S.C. 53B5:b) 092
tat, 2318, :

(21} section 12 of the Native Latex Commer.
cializetion and Economie Des elogment Act of
1978 (7T U.S.C. 178(§),792 Stat. 2333 end

(22) sectizn 408 of the Water Reiour-es gnd

Deveicpment Act of 1878 (42 U S.C. Th19; 82
Srat. 1350).

The Act creating thls chapter shall be con-
strued to take precedence over any future Act
unless that Act specifically cites this Act and
provides that it shall take precedence over this
-Act.,

{b) Nothing in this chepter is intended to

alter the effect of the laws ciied in paragrzph

- (a) of this section or any other laws with re-

spect to the disposition of rights in inventions
made in the performance of funding agree-
ments with persons other than nonprofit orga-
nizations or small business {irms, :

{c) Nothing in this chapter is intended to
limit the authority of agencies to agree to the
disposition of rights in inventions made inthe
performance of work under funding agreements
with persons other than nonprofit organiza-
tions or small business firms in aceordance with
the Statement of Government Patent Policy
issued on ) IS BPRS S . .

February 18, 1983

agency regulations, or other applicable regula-
tions or to otherwise limit the authority of
agencies to allow such persons to retain owner-
ship of inventions. Any disposition of rights in
inventions made in accordance with the Siate-
ment or implementing regulations, including
any disposition- occurring before enactment of |

t

(d) Nothing in this chapter shall be constryed
to require the disclosure of intelligence sources
or methods or to otherwise affect the authority
granted to the Director of Central Intelligence
by statute or Executive order for the protection
of intelligence sources or methods.

6 211. Relationship to antitrust laws

Nothing in this chapter shall be deen?e_d to
.convey to any person immunity from civil or
crimingl lability, or to create any defenses to
actions, under any antitrust law.

- § 212. Disposition of rights in educational awards

including those with ott’
rofit organmizations, sh i

include the requirements established in p: ph 202(::)(4_); i

“No ggl_mlarshig, .feuowshi]:, training grant, or other fund |
sement made by a eral agency primarily to an awardee .;
éuﬁtmng E%M wiil contain a.ni provision giving the .F'ae

gzency any rights to inventions made by the _aw_rar ee,

r




