
(d) The term "invention" means .
tlon or dbeovery "'hfch Is or may ~y ~~~n.
.ble or othe,.,.ise protectable under th~ 1It1;:

(el The term "rubJ""t Invention" means an,.
In\Oention ot'the-contT&ct.or cencelvee or first
act".lIyred~ced to practice In the per!orm·
&nce of ",'orkynder a fundilla &iTE'tm~!,t.
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• 200. PoliCT and objtdl..

It Is the IlOUcy and objecth'e of the Con~....a
to use the patent s)'stem to promote the uIllL-a.
tlon of inventions a.rtslnl from f..terall)· sup.
ported ."surch or de"elopment; to '-"cou","
maximum partlci;:lation of s:r:.1l11 bU-!iltn('~ Ilrrna
in f~de:alIy su~por:t'd rt"~(·R.:"C'h Ii.1ld de" dC";)­
r:1~nt eff,?rt.s: to ;l:v:;);:):p c,Jl:.:;t:\"':-a~jor. ltct'-,("f'ft
co;:,:ntrclal ('C'lnC't":n.s L~d nc ::;':-oftl or..:~t~':..·.a.
uens. incIudinl uni\ e:s;~~t's: to en....:~r:-r t ~~Ilt in·
ventlcns made b)" non:;lroftt ora:R..""l.i:.atlCt:v. Mel·
$mall bU$iness firms are us.d In • mL.,llrr to
promote frte rom~et!tton Md t'nit':prt~C"; to
promote thl!' co:n,;nf'rc!a.li.:ati~n an:! routiUe
au,~Jabi1it)· of 1n·..~nt:ons ~!:jr in tht l'll!:fOd
States b)' C'ni:ec S:ates 1r.dc~t!') !L."ld !::~l1r; to
ensure that the QO\"E'TI"'_~!nt o:-.&!:-.s ~u!!ldt"nt

ri,hts In fed~ral!l' sup;>orteol:l\e,,::o:1$ 10 mret
the needs of the Oo,·emnlenl L.,d prot.rl the
public a,alnst nonuse or unreasonable u.e of
Inventtens: .nd to mlnlml;.e the c".u o! .dmln·
Isterin, policies In this aret.

It :01. Il"fir-ltlon'

As "sed In this eh€;>ter-
(.) The term ··Federal ..enCl'" mr....,. anr

. executive a••ncy as denned In Sl'<'tlon IO~ of
~ title 5. United States Code. L.,d Ihe n,l\Ilary
"- de;>artments as defined b)' .~:Icn 1(1: o! Utle

5. United Stales Code. C.~",1--
(b) Th~ term "fWAdiiAS' p'''-''-'Ci)l'' nu·...."\1

an)' eontract, crant. or (,oo~'rati\t A5TC"t"mtnt
entered Into bet ...·f'en &n)" F.,.-.!t:-L .,,.n:)·. i

olher than the Tenney", "alll!' Aull""lty",,
.nd .n)' contractfl" for the ....rS"""'.Il('f' oJ :

I experimental. developmental~ or research
work funded In whole or In pan by the Fecler·
al Oo,·emment. Such term Includea any ...
sllmment. substitution of panlea. or aubcon·
tract of any type entered Into for the per·
formance of experlmenl.&l. developmenl.&l. or
reseueh work under a 'till~~At.u
herein defined. C~

(cl The term ..contractor.. means an)'
person. smaU business rlrm. or nonprofit or·
,anlzatlon th.t II a party to • fundlnl alP'ee·
ment.

(f) The term "practical application" means
to manulacture In the case or • compo,lllon
or product. to practice In the case of • process
or method. or to operate In the case of • "m••
chine or system: and. -in each cue under sueh
conditions as to .stablish Ih.t the invention
Is btln, utilized and that Its benefilS are to
the extent permitted by J.Vo' or Oo,errunent
rei;Ulatfons avaflable to the public on r...en­
able tenns.

(,l The term "made" when used-In relatfon
to any Invention means the conception or
first actual reduction to practice of such In·
venuen,

(h) The- t.:rm "s=:1aU b·.;~ir.eS$ firm" mt~....s a
~mA.lI bu~!ne.s.s concern LS dt't'!n!'d It sectJon 2
of Public L.a.... 85-536 <15 U.S.C. 6321 and tm­
plementln, "",lations of the Administrator
of Ihe Small Business Admlnistratfon.

ell The term "nonprom or,anlzatfon"
.means unlversltfes and other institutions of
hl,her educ.tlon or an or,anlzatlon of the
type described In section 50](c)(3) of the In.
ternal Revenue Code of 1954 (26 U.S.C.
501(c» and exempt from taxation under sec.

. tlon 50](a) of the Internal Revenue Code (26
U.S.C. 501(a» or any nonprofit sclentlflc or
educatfonal or,a.nIzatlon qUalified under a
S:"le nonprom or,a.nIzatlon statute.

I :0%. DI,po"ltlon o( r1,hlS

, (al E"ch nonprorlt or~atlonor .:naU busl.
n;ss firm m.,.. "1thln a ro&sonable time after
d.selo.ure as required by paraor&ph IC)(1) of
this sec~lon. elect. to retain title to anv sub!ect
Inantlon: Prot-iutl, hOllt~.r. That .. funci~nl
:r:~~ment masprovlde--othen'1se (1) AliEU the

tift Ai .,ree",e,., II fl. ')\1 IJlef&Usn sf &

Seauune,,' ....... PI""," IF _'lIlw.tllll".
~. . .

when the contractor !a Dot Iqted iii ilil %nit~States 0

-.1lj~hfo1& Dlaeetfcf business lpeated in the nile StIl:';3 0
II aub' .e col) ol.e.' a foreIgn 10v,eJ:llIllen;" .

·ClIl In exceptional clreumatancea ...hen It
Is determlnecl by the alenc)' that restrleJlon or
elimination of the nlht to retain title to LI\J
subject Invention "'111 bett.r promote the policy

. and objecth'u of this ch.pter _<till "'hen It Is
. determln~ b)' a Oo,·ernment authorlt)· which

Is authorized by alatute or Esecutlve order to
conduct forellO Intelllience or counler·lnteW·
lence actIVIties th.t the restriction or ellmln.·
tlon of the nlht to retain title to any subject



(e> The tenn "subject invention" means any
tnvenuon .er the contractor conceived or first
actually reduced to practtee in the perform­
ance of work under a fundine- agr-eement.

Polle}' and objective.
DefinitioN.
DJsPosltJon of rtrhtl.
March·in Mehta.
Preference tor UnJtt"d St.al("s lndu.~t.r)·.
ConfldentialJty;
Uniform c!aus~"."ld rf"~.J'.ll.Uun.s.
Domestic an-d-forellm prol.t"("llon of (1·,jI"~I

o~'1led·ln,,·ention.s.

Rei'Ulations io\"ernlne Ft"dC'MU llC'(,I"'.::in.c
Restrictions on llcenslne of (Pdt'raJl) ()~nt'd

In,,'entlona.
Precedence of C'hapter.
Relationship to antitrust lu;'S.

DiIpcioitiOll til richtll in oduoatiOZla1 ....anlL

CHAPTER 18-PATEST RIGUTS IS IS\'I:"TI"'5
~ADE WrTH FEDERAL AS,r,nsn:....

200.
201.
202.
203.
204.
205.
208.
207.

208.
209.

2tO.
211.

212.-
§ 200. Policy and objective

It Is the policy and objecth'e of the Con.,...ss
to use the patent system to prornote the UllIL--a",
tlon of inventions arisinl from foderally ,up­
ported research or development; to E'nC'oll~

maximum participation or srnall bI,;5in£'~.. flrms
in !ede:ally support ed rE"!'f'R:"'ch arid dn d~p..

rnerrt efrorts: to p:-C;~oteC.J:: ..;~"~':-3~ .on Let .... ren
ccmrnerclat concerns a.nd n..-::;':-ofit or':;~i~;:-"·

uons, including uruvers.t.es: to un..sure e~R.t in­
ventions made bj' nonprcflt or':il..-1:..:.stlotl:- lUld
small business fJrms are used in a manner to
promote free cornpetitlon And ('nte!'prt!'(':" to
promote the co-nmerciahcat ion and p::hl1c"
availabillty of inventions rr.s:::!f" in the t'1l~:l'"d

States by t":';"!i:ed S:ates ir:d'l;.!'t:-;. l\..'"ld ~;",~nr: 1.0
ensure that the Gcvernrnent o't'L.s.~:-..ssu!!l..it':'Il
rights in f,ederal13-' sUP;JortfOd tnv en..cns to me-et
the neecls of the Government L,d prot_ct the
publlc .Ialnst nonuse or unreuonable use ·of
tnvennons: and to minimize thf' C'('I~U o! Admlh·
ist.rinl pollcles In this &:eL

As "sed In this chs~te.-
<a) The term "Federal ao;enc)'" me"''' 1Ul)'

executive aiene)" as de!1ned In sect len 10~ of
title 5. United States Code. L,d the mlllt"")·
departments !.S defIned br !'t"\~:IC'n 1~: of tHIe
5. United States Code.

(b) The term '·fun::Hr:.g l\~:-:'f'~~e:1t" nH'~'l.!'

an)' ecnt ract. irant, or C'o(\~aatl\t' !\t"i('('mrnt
entered into between an)· rt,,je:-s.: "101":1.:")".

other than the Tennes..'f"f' Valltr Aut hortO',
and any contractor for thp pt·rt(lr:':~an,'"'t" of

experim.nl&l. developmenl&l. or research
work fund!d in "'hoi. or in part by the Feder·
al Government. Such term includes any as­
slgnrnent, substitution of parties. or subcon­
tract of any type entered Into for the per­
formanc. of experimental. developmental. or
research work under. fundlnl al1"eement as
herein deftned,

<c) The term "contractor" means any
person. small business firm, or nonprofit or­
ganization th.t Is a party to • (undlnl al1"ee·
ment.

(f) The term "practical application'" means
to manufacture" in the case of a composition
or product. to practice in the case of • process
or method, or to operate in the case of a·ma·
chine or system; and. in each case under such
conditions as to establish that the inventfon
is being utilized and that its benefits are to
the extent permitted by law or Government
regulations available to the public on reason­
able terms,

<I> The term "made" when used in relatton
t? any Inventton means the conception or
[lIst actual reduction to practice ot such in- ~
ventton,

(h) The term "small b'.:o;;ir;ess f~nn" means &
srna ll buslness concern as df:fLned at section 2
of Public L&... 85·536 <15 U.S.C. 632) and lm­
plernentlng relUlations of the Administrator
of the SmaIl Business Administration.

<IJ The term "nonprofit organlzatlon"
.means universities and other institutions of
higher education or an organlzatlon of the
type described in section 50I<c)<3) of the In.
ternal Revenue Cod. of 1954 <28 U.S.C.
50I<c» and oxempt from taxation under sec.
tlon 501<.) of th. Internal Revenue Code <26
U.S.C. 501<a)) or any nonprofit sclentlflc or
educ.tIonal orlanlzatIon QualIfIed under a
State nonprofit ol"larUzatIon statute.

@:02. Dh,polt:!on of ri,htl

ra) E"ch nohpro!lt orianlzation or small bust­
n~.. firm may; ....tthin • reasonable time after

" d.sclcsure as requIred by para..aph <c)(l) of
thl.! sectton, elect to retain title to any s'.;b~ect

lnv entlon: ?rot'~dect, hotCe~er, Tha.t a fU:-;d~ng

:i7~~ment may pro\."1de otherwtse (1) "'hell .itt
tlh ft.....eu'li!! .. ' ill fI, Ole a"cruleft af a

8o: caancn' ••IItlIl" reu"'A IF Jlrs.tilSi.R" 'a.
'!lllt7.

when the contractor it pot Ipted ~ ihe Unitn State
v a lace of bualDesa loca iii the"Umtea Statl

con 0 a ore overnment

<ttl in exc.ptlonal circumstance. when It
II det.nnlned by the u.ncy th.t r••triction or
.1lmlnatlon of tho rllht to ret.ln tlll~ to any
subject Invention wllI bett.r promote the policy
and obJective. of this chapter _<Illi when It Is
determln.d by a GO"ernment author;t)· which
Ia authorized by st.tut. or Executl"e order to
conduct for.117' Int.llii.nce or counter·lntelli·
lence activitl•• that tho r.striction or .llmin.·
tloo of th. rllht to r.t.ln till. to .ny subject



r to r lations
encies may not exercise

t . ch ter th t ut
n In c asses 0 situations 10 W ic

t e aut ontles 0 t ose c alSSeS.

(b)(ll The rights of the Government under subsection tal shall not
be exercLSed b~ a Federal anncy unless It !trst determmes that at
least one of t econdItIons Identtf1ed m clauses h) through (IU) of
subsectIon la) exISts. Except m the case 01 subsectIon (aXull. the
~ency shall file With the Secreta'tii of Commerce. Within thirt:f dayS
iter the award 01 the apphcableundmg agreement. a copy 0 such
determmation. In the c~ of a determination under subsection
I aXii). the statement shalliiclude an analYSIS Justlfyms the determi.
nation. In the case of determmatlons apphcable to lundll)g,Wee-
ments WIth mall busm hrms co ies shall also be seiit to1he

v 0 t e ma usiness ministration.
r r 0 ieves t at an m IVI ua eterrnma-

o t tra to t e icies an
b' tive tate or otherwise not m con ormance WIt t IS

chapter the retaa; s a so a VISe t e ea 0 tl.~ agency
ncernea and the AmmlStrator of the oll'ice of federal Procure­
nt 0 IC an recomme corrective actions.

) enever teA ministrator 0 t e Ice of Federal Procure-
t at r more era a encies are

. i (.) {

invention 15 necessary to protect the securtty of
sur.h activities.

or ~l when the funding agreement
ration of: a- vernment-owned. contractor-oger·

. . tee artment 0 ner nman e lca e 0

that De artment's nava nuc ear ro u Slon or wea ons re a e
ro ams an a un In a eemen irm a Ions un er IS

su ara a on t e contractor s n t t e.ect tit e to a su e:
invention are imite to im'entlons occurr:n un er tea o,e
two programs 0 t e partment 0 nergx.

The riehU or the nonprofit or.
aaniz&tion or small business firm shall ~ sub­
Ject to Ihe provisions or paragraph (c) or this
section and the other provtslons of this chap­
ter.

(bHl) lith) detcuuinaHePl: 'ttfleler (iU at ~.pa.­

&'I'aJ!'h (a) 91 tJ::lii aGtien clan be in v'rUins and
·aecc... ~aflieli ill) a 'jl'piHeR statelfl(nl eE facbi
JtI!f:ihiAI ~A@ &I@18FA:l:ina*i;R 4 GOP!' of eash
soch detCfPui"Il!iSR BoRS ji::l-ti~ieali9R IiAall ae
nAt ts Ua Con-phone: Caners' of the r"nited
States ...itPliR tRipty BaYB afur Un av'; Fa of tAe
.J'lJSliea'ele f\iFlaiRII asroeAuP' Tp tAl ;aea gf

detcllttiPialiens appllsio)e to f1:pdinl apl'-­
mc",ta 'ilti'Ul sMail Qw:siiPl8&i fiFAl6 88j;ies sMall
abe 8C 9E!Pl:' tie tne SAtiel Sst:l:FI:!lel ley Aa OCik:Y
sf tAil i:R:'l91B i'616iFl@~6 '~JJ!iAi6-PRti8R.

(2l If U" COR'ptrcller QC1=IJral lu"i!"ell t)1jat
31ft) J!laihFR sf fiecsPft\i:I':atieM 8) a Fc dEl al
••eRElY Wi 9cRtrar!, tea tal ~ea~icf 2nd cbjeQti'"es
sf iAis 9~aJili8F El' tAat Ml alefte) '9 J'olieiC3 or
"aetle!. a,e eUup,;ttye Rat iR eBRlafMMee
wiU, tAw E1AIlJiltBF; tRB C9MJ!ltF8lJe, Gefle,Brl
SHall SB aEl..tse tAl Read sf tAe "IE Ae). TAe
pea d Of the aiene!' shaH ,d"i;. ' R:e CQWs;tFaJ
Ie' 6efte,IW i:ft w'itifi, 'lritRHl iRe RlaA"elil IkAd
t-e'SAty daYIi vt 'iIi'pat IG'tlcR is RR1': tAe IIIA9l'
J::lu t ....R IF 'lUll \8 lAllI .sith: rES!!e!' "I the
m.ttets i.bed hi the eOllluli oHtI Betic] &1.



- .
(31 At leut once each ~'ear. the Comptroller

General shall tran.smJt a report tot he Commit·
tees on the Judiciary of the Senat e arid House
of Represent.at Ives (In the r-iann-r in w.hich this
chapter is being Implerr.ent ed b,' the d.bf:lcies
and on such other aspects of Government
patent policies and practices with respect to
federifly funded tnventtons as the Comptroller
General believes appropriate.

(41 If the contractor believes that a determination is contra to
the ICles an 0 eetlves 0 tea ter or constitutes an a use 0

retlon t a enc t e etermmatlon s su eet to t e
section

(c) Each lundlne agreement "ith a small bust­
ness fJrm. or nonprof1t org antzatfon shell con­
taln appropriate provisions to effectuate the
follo,,'lnr:

<'1) requirement that the contract r dis.
close e h subject lnventlon to the ederal
agency thin a reasonable time a er It Is
made and hat the Federal Gove ent may
receive titl to B.l'1)' subject Inven on not re­
ported to It lthln such.ttme.

(2) ...1\ reQuir uenr that the co .ract'or make
an election to etatn [ftIe 10 )' subject In­
vention wtthtn a eascnable t _ e after disclo­
sure and that th Federal overnrnent may
receive title to any ubject ] vennon In which
the cont ract oj- does at e' ct to retaJn rights
or fa.!!s to eject r~ghts 'It in such ttrne.

(3) A requlrernent th a contractor electln..
t'~ihts fUe ;:atEnt app trons within reason-
able times e.nd that e ederal Government
mal' receive title to n)' s jeet Inventions In
the United States other untrJes In ..-hieh
the contractor h not file patent applica­
tions on the s Ject Invent! wit htn such
times.

(4) With re
the contrae
agency sha have a nonexcluslve, on trans­
ferable. Ir vocable; paid· UP license to prac·
tlce or h 'e practiced for or on beha of the
UnJted ate! &n,}' subJpct tnventron th ough-
out t ,,'orld, and may, if provided I the

o fund' e aereement. have additional rieh to
subl' ense anf foreim eoverrunent or Inte a­
tio al oreaniZation pursuant to any exi.ti
o future treaty or acument,

"( ach sub'eet invention to the
r tomes

that is not more than sixty days prior to the end of the statutorY



Il'rjgd; And provjded further. That the Ftd~ Goyernment
iv . su leet invention in w ich the contrac-

tor dQ$S not elect to retain rig 15 or lU to e ect rIg 15 WIt n
suc tunes. .

at a contractor electin ri h15 in a sub 'ect invention
tent a icancn rror to an u ar

date that ma occur un er t tit e ue to u icancn, on e,
ere r e corres nan

nt e
entm
tates or

a nt

t t
~15; inc udi t e
ant !itS m the

for meet~ the oblillations of t e Uni tates un et &nrttreaty. in rnatioiiil agreement. arrMQ'~mAntorc;oooetjtiO
meru~dum of ypderstanrlinsr- or liRliIir ~me*
mcli1ft mili~ agreement relating to weaponsev;~pment
and pr uenon,". . . '

'-

(5) The rirht ot the F-edenLl qeney to reo
quire periodic reportlnr on 'the utilization or
efforts at obt'aininr ut.llizatlon that are beinr
made by the contractor or his IJcenseesor as·
signees: Procided; That any such information
~.. . ." .. ti ·0 pri;' I!

:a~~T{:{~aJ;;:l;):=
be treated by the Federal arency as com'

mercial and financial information obtained
from a person and priviJered and conIldential
and not subject to disclosure under seetlon
552 ot title 5 of the Cnit~d Stales Code,

<S) An obIi.ation on the part of the contrae­
tor in the event a United siaies patent a,ppU·
cation is filed by or on its behalf or by any ...•
signee ot the contractor, to include w,thm the
<pecitication ot such application and o.ny
~atent issuina thereon. a statement spei:ify·
inr that the imention ...... made wtth Govern·
merit support and that the Government has
tf:rtain rights in the Invention. .,.



Note - "CD)"
to the left
should have
the words
"a preferenc
before the
word "in."
It 1s expect
that this w1
be corrected
early 1n the
next Congres

t with to a fundin
v ent~wn -con ra

e t t t t e ance 0 an ro es or
o tra r WIt res to su ect iaven-
e nses me u in ents mven·

(7) In the case of. nonprofit orianization.
(A) a prohibition upon the assi~ent of
rights to ••ubjeet invention in the United
States without the approval of the Federal
agency. except where such assignment is
made to an orj-antz.atlcn which has as one of
i:...s p rimary ~>.. nctlc-ns rhe r.-:.:..!'"'agc-ment of in­
·'t"!1~i<""",:.s 'bI i '<["'CR ic .rHt, :·Lc.if, &.._.", ! in
0' a-Pi R9t loIoid Ii ['JiI-·',,·iaJ "R'tr·st i.A
olbtr Qr-~?;~··jQT &9:15e1 in 'be T ~.,f91i'.

ture or sale of products or the use of process·
!!!1 tltl&\ milA' titHiBe UUl lfir&Ati8R er 88 '"
eel\l~ elitisPl "ilh emeedimeltbS ef the in i ea
~ (provided that such assignee shall be
subject to the same provisions as the contrac-
tor); rEJ !i ,r::h>'s:tien !:I!!tH!1!Il tlrJe C'f'!d.tu.C sf
enel::!5i ". liee:ReO' Il:f:ldBT UnBed its"it ilat·
en's 8F lilatont 0 iiflliaatiiM in • &waj@st ill
'EBbon tiS lhe e:~[1t: acte. 1"e ~Ci9SftS etfter
lIrt!lPl: !f!'I,B::H 'etlfilP@&& fiJlRY fQr a iuri;'" .In
fmtl9&6 cC 'Fi &~rllCF of fi ... 1"8rs 'rom fJrrt
tUIIl.LCl Cial J:lle Of eee sf IF:! ~; lAttSPli 8P

c:tltl _ .... ~ (Hill'!: Hu ish se 'Fie i '81ei~i"9 11
c,:."~e •.. " r 'l!l~ "RiS. t:""8 ';·"--9 rOe ]'i' ·.r
St_ ... · . _ .lce _•. &til!" t 6' i'ati'R JifliW 0 riat ;1· w·
aliCe d.,... 3, Uti a LEdt CS CLe 'ewis. the Feel.
cal age. e; a~;:_OiCJ & lenlCl e"elwhe Ii
t'Cf'l6e. II cu@ht!1 l! {I@1I1 sf 1:tIe lIee.l!Ies td'e
il&liLC4, C5t.,Le.e[8rl8~e8' ,.68 1ft SRa {hid ;f
tin sLaB ll,t 'ee eeemeel 8s!l....'!urei!l! 8!::le Sf
asc as to 01 lJe: ficlM ef tiS!, !&:rut a tiP!' ~8""·
lluuial rali il- I]it n-ah res, eN tg 8 pn',4·,o'
DE tile ina tHe.: sLaW flO" ee eft..1Iil!S to Lie!
the e.<dasLe lsa,"•• "8 liltrue . T 2 t

pnlltt.UI fi'·.n,1i QJ'" &1:1. 'n ..eD&,I;.' te) (B) are-

quirement.that the contract-or snare roy&lties
wtt h t.he inventor- aRS (0). zCQuheIIiEhl L,al
the 1.."·08' 0' anr rg:·altlo& Qf IFtssJJie c!I,l"Icd
br Uu E'E'Rtr&9tap v itp Fl~,cet te sd~jee:t bot
1o'i!RliIiR&. A(tU j?iP"SA' Elf clilLnscs (ll"lcll:1e!·
lnc pSSlllen~ to cileLlo.s) htcideIt ...s:l to tlie
.cbnhtlstl atloi. of subjett b*. cnUoia, be dti
Uzed lUI the sdp~a'" ef ..knUII, ,eeeer,,. 9.
,aueatJcu.

rsin
ut' for the u rt of scientific research or education· (0) a

,requirement t t, e~t w ere It proves m easl era
reuoDible 1.I!q~.mlicenslJlj of subiect 1l1VenflOllS shill be
liven to smill uslness firms; an tEl WI Ii res to a fundilig
agreemen or e opera Ion 0 a vemmen ~wn ~on rae r·
operated facility, reqUll'emen1:a hI tbat ilfter payment of patent·
lI1I costs. heenstn costi. a enti to InventOrs andllther

nses mel en e a IS ra Ion 0 su Ulven IOns
pereen 0 t e anee 0 any roy ties or Income earn



18l The requirements of sections 203 lUld
204 of this chapter.

Cd) l! a. contractor does not eJect to TPtAln
title to a subject invention in cases subject to
this section. the Federal agency may con!>idt'r
and aft.er consultation with the contractor
grant requests for retention of rights by t he In­
venter subject to the provisions of this Act lUld
regulations promulgated hereunder.

rer In any case when a Federal employee' Is •
coinventor of any Invention made under a fund.
ing agreement with a nonprofit organization or
small business firm, the Federal agene)'· ern­
plo).'inl such coinventor is authorized to t.rans·
fer or assign wnatever rights it may acquire In
the subject Invention from its employee to the
contractor subject to the conditions set forth In
this chapter.

(f)(l) No funding ag reement with a s:r.!\ll
business firm or nonprofit organization ;:;~H\.ll

contain a provision allowing a F~dfraJ &twnC')'
to require the licensing to, third parties 01 In.
ventions owned by the contractor that are not
subject inventions unless such provision has
been approved by the head of the agency lUld a
written Justification has been signed by the
head of the agency, Any such provision .hAll
clearly state whether the licensing rna)' ~ re­
Quired In connection wtth the practice of a sub­
ject invention. ','a specltically, Identttied work
object, or both,' The head of the agency may
not delegate the authority to appro,'e pro,i·
slons or, sign justifications required b)· this
;::&.rairaph. '

(2J A Feder-al agency shall not req~~e t he U·
c::-;,SL""lg of third parties under &"'1j-' such ;':"0\1·
sian unless the hea.d of the agenc)' deterr-tnes
that the use of the Invention by others is neces­
sary for the practice of a subject Invention or
for the use of a work object of the fur,ding
agreement and tha.t such action is necessary to
achieve the practical application of the su=Jt-Ct
Inventlon or work object. An~' such deter-m.na­
tlon shall be on the record aHOT lUl op;>art=It)'
for an agency hearing, An)' action co=.:,Of'd
lor Judicial re,iew of such determination shall
be brought Viithln sixty days lifter notification
o~ such determination.

I :n3. ~Iarch·in riehta

'm With respect to any lubject Invenllon In
- Vi'htch a small business firm or nonprofit 0:0"

nl:::atton hR.S aC'Qulr~d title under thl. c~ ..;.'~er.
the Federal alien,,)" under 9,;host.tund~:::, !l.:~~

ment the subject Invention wu made shall have
the right. In accordlUlce ..'Ith such procedures
as are provided In rell\llations promulgated
hereunder to require the contractor. an assign·
ee or exclusive licensee of a subject Invention to
grant,a nonexclusive. partially exclusive. or ex-
clusive license In any field of use to a responst- -, - -­
ble applicant or applicants. upon terms that are
reasonable under the elreumstances, lUld If the
contractor. asshmee. or exclusive licensee re-
fuses such rE-Quest. to l'T&nt such a license
itself, If the Fedecal agency determines that
such-

lal action Is necessary because the contrse­
tor or assignee has not t&ken. or Is not expect­
ed to take wlthln a reasonable time. effecUve
steps to achieve practical application of the
subject invention In such field of use;
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(b) action is necessary to alleviate h~alth or
safety needs which are not reasonably satts­
ned by the contractor, assignee, or their Il­
censees;

(c) action Is necessary to meet requtrements
tor public use specl!led by Federal regulations­
and such requirements are not reasonably
satisfied by the contractor. assignee. or llcens­
ees; or

(d) action is necessary because the agree­
ment required by section 204 has not been ob­
tained or waived or because a licensee of the
exclusive I1ght to use or sell any subject tn­
vention In the United States Is In breach o!
It.> alfTeement obtained pursuant to section
204.

2) A determination
co sa ~ t e

IS a ive a

'20,(. Preference for t:altecl State. lndultry

~ot,>1thstandlng any other provtslcn o! this
chapter, no small.buslness firm or nonpro!lt or­
ganJzation ...hlch 'receives title to any subJect
lnvention and no assignee o! any such small
buslness !Irm or nonprotlt organization shall
lfTant to any person the exclusive right to use
or sell any s'obJect lnvention In the United
States ur...J~ss such person &il'ees that an)' prod­
ucts e~~;:'IcY~i the su:je:-ct :..."1ven~~on or pro­
duced th~Ol.:ih the use of the subject lnvent!on
~~W be manu!a.ctured substa.ntl&lly in the
United States. Ho,>'ever. In lndh'jdual cases. the
requirement tor such an agreement may be
a'alved by the Federal agency under whose
fundlng alfTeement the lnvention a'as made
upon & sho'ifl.1n1 by the smB.1l business firm.
nonprofit oriL?'J.1zatlon. or assiiT1ee that reason­
able but unsuccessful effo!'ts pa~e been made to
grant licenses on s""lIar terms to potential Il­
censees that would be likely to manufacture
substantially In the United States or that under
the circumstances domestic manufacture Is not
commerc!ally feasible.

, zns. C.onfid.nti.Uty

Federal agtncles are authorize-d to wit hhold
from disclosure to the public Infv;rr:ation dis­
c10sine any invention in which the Federal
Government owns or ma~' own a right. title. or
interest Cincludine a nonexclusive license> for a
reasonable Ume In order for a patent applica­
tlon to be filed. Furthermore. Federal agencies
shall not be required to release copies of any
document a'hlch Is part of an application for
patent filed a'ith the United Stites Patent and
Trademark Omce or ..-Ith any foreign patent
office.



• 206. l"nifonn c1au'eI and rerulatihn.

Ottice of Federal Procurement ,
after re '.' g recommendations of t ffiee
of Science echnology Pol . may Issue
regula(iens which be e applicable to

..Federal agencies !mp the provtsions
. of sect ions 202 t gh 204 of hapter and

the Office ederal Procurement shall
es ...abl! standard funding agr-eement pr

is required under this chapter,

erce ma iss e rations which ma be
er encres tm ementlI1 t e rcvisicas 0

o r s 15 a

be subject to

• 207. Domestic and fon·illl prcteetlon of re-derall.r
owned invention.

Each Fe-deral agency is au!r:.-ii ;.:j to-
ct) a.pply for. obtain. and ~~:::.a~n patenta

or other fonns of protection in the United
Sta.tes and in forefgncQuntries on inventions
in \\'hich the Federal Government owns a
right, title, or Intezest:

(2) i7'&..nt nonexclusive. exclusive. or partfal ..
ly exclusive llcenses under fede:-aUr owned
~6.tent applicattons, patents, or other forms
of protection obtained. royalty-free or for
rcvalttes or other conslderattcn, and on such
terms and condtttons, Including the gT&nt to
the licensee of the. right of enforcement pur­
suant to the provtslons of chapter 29 of this
tttle l!.S determined ap;irop:-;s.te In t~e public
Interest;

(3) undertake all other ~-,,:;'-.:,ie ar-d r-eces­
san' steps to protect .5.:'1:::: a:':::i::;5~e; :':i~ts to
f'ede::-s.ll,r owned inventions on be:-".s.lf of the
Federal Government eit her C:;:~ctJy or
through contract; and

(4) transfer custody 2.!1C a:>::::'::'~:::.".lon.fn

whole or In ;l~!"t. to F,::::~~,t:: Ft-:-=~3.::';-r,C)'.
of the .1iht. tf t le, or 1:-,:;;:,.- ~t In f..•• r ~~~~r&lly

o'\\"!ifld tnvent.on.

'(h) For the u
Goveru:nen -own of assurin the effective man ement of

m...en IOns, e 0 mmerce IS

utilization 0

\ )
i

tlal or commercial ut' ization.

ncies as to areas of
eve 0 men WI n-



1%08.Rerulatlon" I'o\'~rninl r~dHal lie-en.inc

The Ad::nt.:lst.atci c;:f 6CRfflli elf"'iui Secretary of

15 au­
t hcrized to pr-crrrulgat e rfi'..11atlons s;;ecih"inc
the terms and condtttons upon which any feder­
ally owned Invention. other tr.an In\"E';!.tlons
owned b)" the Tennessee Valle)' Authortt)', may
be Ilcensed on a nonexclusive. partially exclu­
sive. or-exC'lush..e bastl.

§ 209, Relllllrirtions on Iicenllllinl' of rederall)' o.ned in.
vention.

(a) No Federal agency shall erant any license
under a patent or patent application on a feder·
ally owned invention unless the person request­
Ing the license has supplied the agency ...ith a
plan for development and/or marketing of the
invention. except that any such plan may be
treated by the Federal agenC'y as commercial
and financial information obtained from a
person and privileged and confidential and not
subject to disclosure under section 552 of title 5
of the United 5tai.es Code. ,

(b) A Federal agency shall normam' grant the
right to use or sell any federally owned inven­
tion in the United Stat es 'only to a licensee that
agn'es that any products embodying the tnven­
tion or produce-d through the use of the inven­
tion Vo'i11 be manufactured substantially in the
United 51ates.

(C)(I) Each Federal agency may grant exclu­
sive or partially exctusive licenses in any inven­
tion covered by a ff"derally owned domestic
patent orpa~~nt apphcatron only if. after
public notice and opportunity for filing written
object ions, it is determined that-

(A) the interests of the Fedel'lll Go,·ern­
ment and the public will best be served by the
proposed license. in \·iew of ~he applicant's in­
tentions, plans, and ability to bring the inven­
tion to pract ical i1pp1ic3.~io!1 or ot herwise pro­
mote the ir.n:!"l:Jon's uti!:..'::iil.tion by the ?:....ibHc;

(B) the desired practical appIica~ion r.as not
been achieved, or is not likely expeditiously
to be achieved, under an}' nonexclusive 11­
cense \\"hich ha.s been granted. or lJ,'hich may
be granted. on the invention;

tC) exclusive or partially exclusive licensing
is a reasonable and necessary incentive to call
forth the inv estment of risk capital and ex­
penditures to bring the invention to practical
application or otherwise promote the inven­
ttons utilization by the Public; and

10) the proposed terms and scope of exelu­
stvny are not "reater than reasonably neces­
5::l..ry to provide the tncenttve for bringing the
I:>,' .1: .cn to pract ical ap;llication or other­
'~"'~ ;..' ;";",G:e t he ~:.·.en~jar.'s uttlizatlon by
! ~:f ;:"_ bhc.

I: ~ A Ff-d-::"al &.~ene)' sl':all not grant such ex­
c:·...;~:·.e ct ;;a.rt:3.11r exclusive license under para·
~r4;>h (1) of this subsection if it determines
tr.at ~ he ~:"ant of such license w·m tend substan­
L1.lly to Ie-een cornpeutton or result in undue
cv:.c.f':1~ration in any sect.on of the country In
an)' line ot commerce to w hieh the tE:"chnoloi)-'
to be JiC'f:'n,seod relat es, or to ere-atp or maintain
other situations inconsistent ......ah the antitrust
Jaws.



(3-' First preference in the exclusfve or par­
tiallY exclusive licenstng of Iede r-al ly owned In­
vent.ions shall go to small busir.ess Iir'rns sub­
mit~:ng plans that are det errnined by the
agency to be wit hin the capabilities of the firms
and equa.lly Ilkely. if executed. to bring the In­
ventron to practtcal application as any plans
submitted by applicants that are not small busi­
ness firms,

Cd) After consideration of whet.her the Inter­
ests of the Federal Government or United
States Industry In foreign commerce 9o'ill be en­
hanced, any Federal agency may grant exclu­
sive or partially exclusive Heenses in an)' Inven,
uon covered by a foreign patent appHcation or
patent, arter public notice and opportunity for
filing wrttten objecttcns••xcept that a F.d.ral
agency shall not grant sueh exclusive or partial.
ly exclusive license if it determines that the
grant of such license will tend substantially to
lessen competition or result in undue concen­
tration in an}' section of the United States in
an~· lin. of commerce to which the t.chnolon
to be licensed relates, or to create or maintain
other situations inconsistent with antitrust
1a90'5.

(e) The Ffodt::ral af,;tncl-"snall rr:.aintain a
record of jeter:n~r.3.tions to grant exclusive or
partiall)-" exclusive licenses,'

(Il Any grant of a license shall contain such
terms and conditions as ttie F~d.ral ai.ncy de­
termines appropriate for the protection of the
interests of the F.deral Government and the
public. includIng provisions for the follo"·inr.

(1) periodic reporting on the utilization or
errcrts at obt.atning utilization that are b.i.nc
made by the Iicensee with particular rerer­
ence to the pI..'! submitted: Provided, That
any such information may b~ treated bY the
Federal agency as commercial and financial
information obtained from a person and privt­
leged and con!ident~al and not subject to Cis­
closure under sect ron 552 of title 5 of the
t-r-it.d srsres coce:

(2) tho ~ight of tho Federal ~,.nc;· to terml­
nat. such Ilcense in whote or in part If It de­
terrntnes that the Iicens•• Is not .xecuti.nc
the plan submitted "·Ith Its request for a U·
cerise and the Iicensee cannot otherwise deer­
onstrate to the satisfaction of the F.d.ra1
agenc)' that 1t has taken or can be expected
to take wtthin a reasonable ttm•.•ff.ctl\'.
steps to achieve practical application of th~

invention; . ' ..
(3) the riiht of the Fed.ral aiency to termi­

nat. such llcense In whole or in part 1! the U·
censee Is In breach of an av.em.nt obtain.d
pursuant to pa::"ai~a;lh (b) of this section: and

(4~ the rlS"h~ o"~ •..~e Fe::'~!'a.! a.tnCr to te~­

nate the license to ,,~ol. or In part If :~.

s.~e:1~)· d,=~errr:.~;:es tt-.a.t sue!": a.c:lon is neces­
san- t c meet !'eQ~::£:r:;.ent.sto: publtc use spec­
lfied by Fl:'de:-a! rei"'.:.;a.tlons Issued l1:i.er the
dat e of the J:c':'";"!se &.:'!d s'Jch rtG.!.lI:ement.s &:'t
net :f>2..C:,J:",&bly S!l~!s::ed b~' the llcensee.

I 210. Pr..eedenee or chapter

(a) This chapter shall take precedence over
any other Act which would require a dispost­
tlon of rlihts in subject tnventtons of sm&ll
business firms or nonprofit orianlzatlol1l con­
tractors In a manner that Is inconsistent -v.1th



this chaPter. Including but not necessarily lim.
Ited to the follo ....lng:

(1) section 10(a) of the Act of June 29.1935.
as added by title I of the Act of August 14.
1946 (7 U.S.C. 427I<a); 60 Stat. 1085):

(2) section 205(a) of the Act of August 14.
1946 (7 U.S.C. 1624(a); ~Stat. 1090);

(3) section 501<c) of the Federal Mine
Safety and Health Act of 1977 (30 U.S.C.
95I<c); 83 Stat. 742>;

(4) section l06(c) of the National Traffic
and Motor Vehicle Safety Act of 1966 (15
U.S.C. 1395(c>; 80 Stat. 721l:

(5) section 12 of the National Science Foun­
dation Act of 1950 (42 U.S.C. 1871<a>: 82 Stat.
360); -

(6) section 152 of the Atomic Energy Act of
1954 (42 U.S.C. 2182: 68 Stat. 943):

(7) section 305 of the l':::;tional Aeronautics
and Space Act of 1958 142 U.S.C. 2457)'

(8) section 6 of the Coal Research Develop­
ment Act of 1980 (30 U.S.C. 668; 74 Stat. 337);

(9) section 4 of the Helium Act Amend.
ments of 1980 (50 U.S.C. 167b; 74 Stat. 920);

(10) section 32 of the Anns Control and
Disarmament Act of 1961 (22 U.S.C. 2572: 75
Stat. 834);

(11) subsection (e) of section 302 of the Ap.
palachian Regional Development, Act of 1965
(40 U.S.C. App. 302(e); 79 Stat. 5>; ,­

(12) section 9 of the Federal Nonnuclear
Energy Research and Development Act of
1974 (42 U.S.C. 5901;' 88 Stat. 1878);.

(13) section Sed) of the Consumer Pro:jlJct
Sa~ety Act <15 V.S.C. 2054rd); 86 S~at. 1211};

(14) :5tc:ic,r'! 3 of the Act of .1..priJ 5. is·:.! (30
U.S.C. 3:3; se Stet. 1911;

115) section 800I'c)(3) of the Solid Waste
Disposal Act (42 U.S.C. 698I<c); 90 Stat. 2829);

CIS) section 219 of the Foreign Assistance
Act of 1961 (22 U.S.C. 2179; 83 Slot. 808);

(17) section 427(b) of ·the Federal :.~;ne
Health and Safety Act of 1&77 r 30 U.S.C.
93i(b); 86 Stat. 155);

(18) section 306(d) of the Surface Mining
and Reclamation -,ct of 1977 (30 U.S.C.
1228(d); 91 Stat. 455);

(19) sectlon 21<d) of the Federal FIre Pre.
ventlon and Control Act of 1974 <15 U.S.C.
2218(dl; 88 S~at. 1548);

(20) sectton 6(b) of the So1ar Pho~.:l·:()~~s.ic
E:1..:rlY Research Developrnent R:ld 0';';:',0:1­
s:~a:;on Act of 1978 (42 U.S.C. 5585ib); 92
Stat. 2516):

(21) section 12 of the Natl,·. Le.t.~ Co",.",er.
c:aE::'L::m and Economic De'. eJoi=!":":e:nt Act of
isrs .r U.S.C. 1-78(j);'92 S:at. :533); and

C~:2) sect k.r; ';08 of the Water ?.~.~ :'",,;::'':5 E..:ld
Develoz.rr.ent. Act of 1978 (.;~ t;,S.C, ';bi9: ~2
Stat. 1350).

The Act c:eatL,g this chapter shall be con.
strued to take precedence over any future Act
unless that Act specifically eltes this Act and
provides that It 'hall take precedence over this
Act.

(b) Nothing in th:s chap t er is int ended to
alter the effect of the Iaws cited in ;:Jara~:aph
Ca) of this section Or any other laws With re-

spect to the disposition of riwhts in inventions
made in the performance of Iu nding agree.
ments with persons other than nonprofit orsa­
nizations or small business Iirms.

(c) Nothing in this chapter is intended to
limit the aut.hortty of agencies to agree to the
disposition of rights in inventions made in "the
performance of work under funding agreements
;;I,·ith' persons other than nonprofit organiza­
lions or, small business firms in accordance Vo·ith
the Statement of Goverrtment Patent Policy
issued on • II II" £! 23 '971' "ii"'alii lb., 188871.
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agency regulations, or other applicable refU1&­
tions or to otherwlse limit the'authority of
agencies to allow such persons to retain owner­
ship of inventions. An)o· disposition of rights in
Inventions made in accordance with the State.
ment or impleme-nting regulations. inc:u1ing
an 3- disposition occurring be Iore e-n....ct me nt of
this section, are hereby authorize-...
ex.:e menta inchidin those with ott

t s non ro It 0 amzattons
include the ~uirementa established in paragraph 202(c)(4) a
section 203 othlS ti~~." .

(d) Nothing In this chapter shall be construed
to require the disclosure of tntellfgence sources
or methods or to otherwise affect the authority
granted to the Director of Central Intelligence
by statute or Executive order for the protection
of Intelllienc. sources or methods.

§ 211. Relatil)n,hip to sntitru5t I...·•

Nothing In this chapter shall be deemed to
.conver to any person imrnunlt)o' from, civil or
crllllinal llablllty. or to create an)' defenses to
actions, under ",ny antttrust 1av.·.


