
CHAI'TER 18-PATE~T RIGIITS IN IS\"f:~TIO~S
~ADE WITH FEDERAL Ag';IHA",n; ,

I 200. Poliey and objeelin

It is the policy Uld objecth'e of the Con~,....~

to use the patent system to promote the ut lIL~·
tlon or Inventlons o.rislni from I~en.lll' .up
ported research or development: to en<olll"l4't
maximum parttcipatton of small business ftmis
infede:ally supported Tf>!'f>l\:",C'ha.nd dndC'lp.
rnent eff'orts: to pro:;']ote- (,o!:;;'~,;:1:-5~jo~bd;" ('t>n
.commercial concerns andnc::;,:",o!it or.,::~n:.~.a·
tio!lS.including umversities: tocr_.;:a:'t t,~~",tLn'

venttons made -by nonprcfh or':L."'l.i::.atlo'~ -.nd
small. business firms are used jn a ms...·Ul('rto

promote free· cornpetlttcn &tid ente:"prl.!\("':· to
promote the commercfaltzaticn Uld publlc'
p.vailabi11t)· of inventions -rr.sdt' in th~' t'n!tt"d
States by Unittd states ,1ndt:.s~:"~s..""d !:;~1r: to
ensure that the Govern...'PDentobts::-..s s:u!!tC'i~'nt
rights In lederal!)' supported L." ent:ons to meet'
the needs 01 the Government L.,d prot""l the
public aialnst nonuse or unreuonable use 'of
inventlcns: Uld to rnlnL",1::e the eests of Admlh·
Istertng pollcles In this areL

<Ill In exceptional circumstances when It
il determined by the aieney that restriction or
eUmlnation 01 the riiht to retain title to Uly
subject Inventlon wlll better promote the policy
and objectives 01 this chapter _tIlll When It is
determIned by a Government authorit)' which
Ia authorized by statute or Executive order to
conduct lorelcn lntel1lience or eeunter-Intelll
rence actlvttles lhat the restriction or eUmlna·
tion 01 the rliht to retain title to any subject

@:02. Oltpotltlon or rlrhlo

(al Each ncnprcnt orranizatlon or small bust.
n~ss linn maY,""ithln a reasonable time alter
diSclosure as required by pars....ph (0)(1) of'
this secttcn, elect to retain tItle to an~' subject
Inventlon; rrot·,ded, hou:."er, That a lundini
:~~~ment mal'" provide otherwise (1) "hen the
eb:1l n, all'Uii!i:!:tU '- la' Ute .'titHe!! 81 ..

coenuuuli 81M! ea ,.ee.,IR I' lI'Ii:~.UaR· la_
~.

wh.n the £ODtnlctM is not lOCated iii tlj, ¥F~State
ve 1 ce of business located in the ni State I

. ontre a ore overnmen I
I

(e) The tenn "subject Invention" means any
lDvenUon of the contractor conceived or first
actually reduced to practice in the perform
ance of work under a fundine aife~m~!1t.

(fl The term "practical application" means
to manufacture' In the cue 01 a composition
or product. to practice In the esse 01 a process
or method. or to operate In the esse 01 .:ma·
chine or system; Uld. in each case. under such
eondlttons as to establish that the inventlon
is belng- utilized and that its benefits are to
th'! ~xt~nt pprmitted by law or Government
regulations available to the public on reason.
able terms,

(il The term "made" when used In relation
to Uly Inventlon means the conceptlon or
first actual reductlon to practice of such In.
vention.

(h) The term vsmall buvir.ess finn" means a
small business concern as d~f!ned at section. 2
of Publlc La,,' 85·536 (15 U.S.C. 632) and 1m.
plementlni regulatIons of the Administrator
of the Small Business Admlnlstratlon.

eI) The term "nonprofit organizatlon"
.means unlversltles and other institutions of
bliher educatIon or an organizatlon of the
type described In section 501(cl(3) of the In.
ternal Revenue Code of 1954 (26 USC
501(c)) and exempt lrom taxatIon unde; s~:
tlon 501(a) of the Internal Revenue Code (28
U.S.C, SOl(a)) or any nonprofit sclentlfio or
educatlonal orranlzatlon qualIfied under a
State nonprofit orranlzatlon statute.

. ,

(dl The tem> "lnventI "tI on means any Inven
~n or d!acovl\ry Which Is or m,ay be patent:

ab e or othet'WlSe protectabJe under this tItle.

B!=le Wl~;;liI:St~1a;VfVog=iO~,;'lrt2frg et .l· .'.' .. ", ,

PoUe)' and objective;
ejOefinlliona.
. Olaposillon or nChl&.

Maroh·1n n.hla.
Preference for United StaL(".5 indu.nl')"
Confidentiality.. .

. Uniform clauses ·&.nd rf'cu!atlons
Domestic and rorei~'proL4."("tiO~ ortt."k~

ewned inventions.
Rerulations iovernlnl Ft-de,.J Ih."('n.'ltna.
Restrictions on UcenslnC of, ff'dt"n.11) 'O'4nt'd

lnventlona.
Precedence of ch&pter.
Relationship to antitrust lu,"$.

!Mpoojtioa til rilbll Us td_tiouI awarde.

If 2fll.I'Jtof,nition.

As used in this cha;>ter-
Ca) The term "Federal a.eonc)·"mt"'tCuA.n)·

executive aieney as dellned In .""tlon 10~01
title 5, United States Code. L.,d the n,ilItAr)'
departments as dellned b)' .",-:I<n 10: 01 Ulle
5. United States Code.

(b) The term "!unding l1~:-t't·~.t':lt"· JlWl\,,"U

any ccntractv grant, ofC'OOrt'rath e s"rC"C"llU'nt
entered into bet';\:een anl Ft·lie:-s,.; "lat'n.:)"
other than the TenneSl'ee Ya11e,. Aut hOTil)·.
and any contractor for thf"pc:·rtC'~:.l'k"'C" of
experlment.&l. developmental, or research
work funded In whole or in part by the Feder·
aI Government. Such term includes any as
signment. SUbstItution of partIes. or subcen
tract 01 any type entered •Into lor the per·
lormance or experimental. developmental. or
research work under a fundlnia,greement as
herein defined.

(c) The term "contractor" means any
person, small business linn. or nonprofit or
gUliz&tlon that Is a party to a lundlni agree
ment.
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ilizin tat

lnvenUonIs necessary 1.0 protect the securtty of
5ur.h ac;1ivlties.

(1))(1) The rights of the Government under subsection (8.) shall not
be exerciSed bF. a F'eaeri! AA'eney unless It hrst determmes that at
least one of t econdItions IdentIned in clauses Ii) through liu) of
subsectIon (a) eXlSts, Exc~ in the case of subsectIon (a)(lll). the
~ency shan file Wlth the reta!ft of Commerce, wlthm thirt~(ja~

-- ter the award of the applicableundmg allfeement. a copy0 sue
determination, In the case of a determination under subsectIon
(aXil), the statement shall include an analysis Justifymg the determI
natIon. In the case of determlI18tlons apphcabIe to fund~fcfr~·
~ts with small busmes5 hrms co res shatI also. be se 0 the
~I vocaev 01 the :Small Musmess Ac mlntstratlon. it
he Secretarv Of C<>mmerce believes that anv indivt uai determina

tion nr o"tt..1"T'I nt' "pt, tinns is contrarv to t e nolicles and
ob;..~tiv.... of th;~ chacter or otherwise not in conformance Wlth this
chapter the -Secreta.g shall so adVISe the head of tl.~ agency
concernW and the Ammistrator of the office of Federi! Procure-

nt Polie and recommend correctIve acttons, •. •-
) eneve teA ministrator 0 t e Ice of FederalProcure-

, t at one or more era encies are
(' "

Qr, jvl when the funding agreement
.".. n~ration of a Government-<lwned contraetor-<lper-

....." ". n£the lJeoartment ot l'nerlY PrlmarllV aealcatea to
that Decartment s naval nuclear propuisicn or weaoons reia ..,..,
oro ams ana a lunaJnll allreemen amI atlons unaer alS
sunoaranacn on the contractor s tUl'ht to elect tItle to a SUb eet
in"entlon are iTT\it~o lQVentlons occurtlnll under the a"ove
two prallrams of the 1 partment Of F.nergy" " ' _•• _. '

_"_ _ The riehts of the nonprofit or-
ea.nlZallon or small b.usiness firm shall be sub
ject to lhe provisions of paragraph (e) of lhis
section and lhe other provisions of this chap
ter,

(b)(13 Ail) clctclfUi!'latiePl: 1=iABef eli> sf ,St:PB.~

.if_ISh Cal sf tAil uG\hm GPaU hi in norUing 2nd
".eeefflJ'lt:Itiea S) a .. ,'UeR s'&ateP.l'\ePlt ef fa,~

Jti3tih"iAg tA@ 8etan:a:linatioR A "O~3' of each
.ueh detCfP'ai!'181ti8.R BiRS jl:istifitiiBotiaA SfUW] ae
leR' ta tRt Con;;:tro'lgr Cene",' Of the United
States "itA.!'! tRiplY &lav& liter (hi a?ii'i;,rg sf t};e
.ISJ!lliea'ele fY:fl:;U;Ri agnemwpt Ira tbe sase of
detcPmifliBlisp.s 9s:ii~liGabl.' to typdi;:Hi apee·
mCPliM 'il jUt SMall SlSsiR8iEi& HRR=S eSJ3ies 5~,B:ll

abe ee seAt ~e ti\! Chief Gst:ltP'l!el {SP It..eLeeiic:y
sf nUl g~li:ll ~Jl!iii=l@se a iRoliAis·FS.tiSPl:. .

(2) If Un CQi:Rptn~Por QQiRoraJ tl@'ie"es U~B.t

aft!' l'aUefft af ae~eHfti:n&tle~ 'e) a Fe dElal
.aeAey iii G9iRtl=aJY tg tRI pgli,!, az::lQ objeEiti"ls
sf 't.ki£ 8aapieF ElF iRat. B::R 8:gefl:e~ 's ",elicies or
IIMltiees ILiF'e atA8FiUifjl! Ret iA eeRlsFfftanee
witA tAis s:AILjater, tAa b'QR\jitFellu GeFtepB!:l.j
shal; se aatRss tAt :Read Bf t.Ae agefl:e}, 'FIie
bead Of the sgencl7 shan aduisi fRO CQR=i;i'trQl
lef' Geaeprt! in Wlit~i '9l·itl:liR aRe Abmar8e BrAd
~·8R:ty Q&gii gf "jul:;at IcHOR, Ll a,;j:f. tAt aSIRiQ¥
1:1:.. tMI!!R iF ,1Uli& tta '-'ke ·MUIi peSlle!' \e t:he
.nat:t:en zabed b) tilt eOlllutI cHez 6elIEj d.!•

I
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(3) At least once each )'ear, the Comptroller

Gener&! shall tr&nsmJt a report to tho Commit·
tees on the Judic!ary oC the Senate and House
er Representat ives (In the man.....n-er in which this
chapter is being ;rn~le!'r.t:ntt=d by the ~i.:f~cies

and on such other aspects of Goverrunent
patent pollcles and practices ,,'Ith respect to
federally funded tnventions as the Comptroller
Genetal believes appropriate.

(4) [£the contractor believes that a detemtination-is-contraqto
t e ItCles and ob eetlves of thiS cha ter or constitutes an abuse of

ret on t a enc t e etermmatlon s su eet to t e
section

<c) Each 'fundlnr agTeement "ith a small bust
ness firm or nonprofit organization shall con
tain appropriate provisions to effectuate the
followlnr:

/'1) requirement that the contract
elese e h subject invention to the oder&!
arency thin a reasonable time a er It Is
made and hat the Federal Gove ent may
receive tltl to an)' subject Inven on not reo
ported to It 'thin such, time.

(2) A requlr .ent thai the co .ractor make
IUl election to etaln tftle to l subject In.
ventton •.-Ithln a easonable ti . e after dfsclo
sure and that th Federal overnrnent may
receive title to an;' ubject ] ventton In ..-hlch
the contractor does at el ct to:"retalnrights
or fa!!s to elect rl,hts "i in such ttrne,

<3} A reculrernent th a. contractor electing
rights file patent app 'naris wtthin reason
able times and. that e ederaJ Government
rna)' receive title to l" s ject Invennons In
the United States other untrles In "'hlch .
the contractor h not me patent, appllca·
tlons on. the s ject invenn "'Ithin' such
times.

(4) With re ect to 1Ul)' Invent n In ,,'hleh
the contrac r elects righls. t e Federal
agpncy sha have a nonexclusive. ontrans
ferable. Ir vocable, paid·up license to prac,
tlce or h re practIced for or on beha of the
United ates a.ny subject Inventlon th oueh
out t world, and may, if prOVided I the
fund' r arreement, have additional rlrh to
subl' ense IJ1f foreign rovemment or Inte a·
.ue orranlzation pursuant to I.lly exilt"
o future treaty or &iTeement,

"(1 That the contractor disclose each sub'eetinvention to the
, ter I omestrJ} ::~c:= ~an:1nel rjti;0nsi e or tea mmlstra-t rs d that Feileral Government may

res:eive title to anv subject invention not disclosed to it within
such time. . .

"~)~~t~ ~ "e m ~ '~.~' ~~' tw,eapr =I:;};~ 1h/~ e:arn:~~(=:~VjLjflonar
·time as rna be a roved b the Federal enc whether the
contra r w retain tit e to a su mv : i
in aniacase were pu ication. on sa e, or public use. has
initiat the one,r stat'L»1Od in which vaIid ;tent

FtiW£l~nc~i11;6:t=J : F:J;~JS:;;:l:df:
that is not more than sixty days prior to the end of the statutory

I
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period' And provjded fUdltcr. That the Federal Government
may recejve title to any subject invention in which the contrac
tor does not elect to retain rights or fSllS to elect rights Wltlilii

ch times. .
t a contractor electin ri hts in a sub'ect invention

atent a rcanon nor to an s u

bl es t t the Federal Government ma
receive title to any subject inventions in t e III tates or
other countries In which the contractor hiS not mea patent
a lications on the sub ect invention WIthinsuch tUlles.

It res to an Invention In wet e contractor

date that ma occur un er t tit e ue to cation, on
ere r e corres nan

w tI e

_ be treated by the Fedenl a.lfency lIS eom
mercia.! and fInancial InformatIOn obtalned
from a person and privileged and confIdential
and not subject to disclosure under section
552 of title 5 of the United 5ta.tes C~de. .

(6) An obliga.tion on the part of the contr"j'l
tor in the event a United sraies pa.tent app •
ca.tlon is filed by or on its b~ha.lf orbr- anyt':;';
signee of the contractor. to Include WIthIn
'pecification of such a.pplica.t1onand ~:
~atent issuing thereon. a statement ~ecm'
ing that the invention WlIs made with ;eh...;ment support and that .the QQvernmen
certain rights inthe in,"ention. ...

o
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(7 l In the case of a nonprofit organlzation,
(Al a prohibition upon the assienment of
rights to a subject invention In the United
States without the approval of the Federal
agency. except where such assignment 13
made to an orl/anfzalion which has as one of
its primary !\.i.nc~io:,.'1S t~e r;.a.~agt-me!1t of in-
\c!'Hil):'..5l: it 7 kir-lq i~ pet, :t.;_U, c. "c~ in

G. ins Ret RcJa i ('1$--' pOi.} iPl' Fist i.E!.

ture or sale of products or the use of process
es that ~!!i,ilt wtHille U:U! ~A... eR'iIilFl Sf 8@ i:A
eSlhl'etitieR .. ith c!'Ileeelimcnb::: DE the hueD
~ (provided that such assignee shall be
subject to the same provisions a.s the contrac
tor): fEl & ;:1 oh:e:HePO !lgaH!:!!' Ute l'Pai.tinc sf
enehsi OJ! liiilU'ii' l1Rdar 'CragQ i'+stos "at.
eR"! SF Pat aRt A p",ligatigAij I R a iiw:i1jeet I:R
.cntioa 5) the coab actcr .te J'Cl"SeN ether
theft 58.8:11 5I:i5i:FI@5& tiRRiii "OF l j'orlgg tn
eJii'i&ii g' tl:Jo cuUu 0' 'iY, rep" from first
C01iIlllClCial sale at t:tsc sf eAc ~:tflHBA Sf'
c:gl:t • ~ _ frl!1fl1J Hu eat: sf "A8 illslbi:,:j"s Ii
c~ ..sc ·ing nu.t t:iAi li~'G~'i r-e J'r'~-~'

ag.::eL~ 1";@L!L&l'S"le li'ita:R JifiI9lS-"'t ;1·i.l"
KIltE a..... .<s. UtI a ewe bs eWE ew!9. the Fes.-
tl&l agt.:es &;:;.0.:3 & len"l tAdwio, H
ecaeE. It enehil8l' I! ~ielll el 1!218 lIteM:e a:re
&1 anLed. :ol ..we. e!8I:1: aBel! s, leIiS if! EIRe tiBia Ii!
ase Shall dot 'ee e.ccme!l es!!U!!:epeial sale. "sr
..~.. ¥ ..0 ,-,,1.,"'. r:d= c: """''-, -J.e-:1 nlst eaM·
nun11:1 [;10 OF "SO a·5t h respect to , Juo...lpct
of the h.. e::e'ie.: 3!'1aH ftC" 'ee lIe..P!Hd t8 e.ld
the €.<dasi:e ;cpis. 'Ii liif'en. ) ,'Jort

pnl!!ltl.8\& U"lrtQ bv' tAl In ..lpt.,: I (0) <B) •• reo

quirement that the contractor share royalties
\lr·tth the- Invent.or; WIlli (0) a lCquhcmElIt td&t
the ha'-oc' Of aor Foraltl8li IiF hUBf!1e ca.Bed
by tAB FiHHf8:Stif witA H!!,eet to subject hi
!'@RHeM; Rft@f ji'ii!'9\@Rt sf eUI:leFJ::!ee (1l"leldd.~

inc. pal IIltllt:3 be ali cuLo.s) fnddel1 ..al to the
acb:niI.bti aUdit of 3ub~cet I:u. cnUoIw. bettt:l
Itzed 101 the SUI'PDI' 81 u!ePlUlie feaeapeft SF
educaUoh.

.:

~qwithres1lect to a fun~~~ment·fQT the operat=vernment-<lwn~~ntra~gr:
facilit a r ' ment t at the balance 0 an ro ies or

contractor WIt res to su ect mven-
t of ex nses inc u In a ents mven-

rs inci
ut' for the supPOrt of scientific research or educatio~D) a
requirement that, except where it proves infeasible r a
reasoDible In , m the licensm ofsub ea IIIvenflons shill be

yen sm usmess 11"IIIS; an WI res to a un
agreemen or e opera Ion 0 a vernmen -<lwn -<:on ra r·
operated fiiCility, reqUIrements til that after payment Ofrotent.
mg costs, ncenstaf cosu. ~entS to lnvenQ ~ther
eXllense5 mClden to the a IStraflon of su 1 mvenh0:I'
100 llercent of the bilance of any royBltle& or Income earn
and retained b~ the contraCtOr dunnll ME fiSciil year u~ to an 
amount uBl 5 rcent of the annuat ud et of the ilCilit
s e con ra r or seien IC researc eve 0
men an uca Ion cons n W1 e an eve 0
men ID.IIlIlIOn an 0 aectiVe& 0 e ac I y, m u VI es
tl:.at increase the licensinlii!1:tential of other'inventions of the
fa..::ni rovtded that if S3.1 Blance exceeas 5' rcent of the
&.::.l!U u Fie 0 e ac y, a 1j1rcen 0 suc excess
sEiII be P&d to the Ti"easW of theiutea StiteS and the
1"e:na.m.mg 2<:l percent shaIl used for fhe same *urposes as
d=cnbea abO\'e III thiS clause 1DJ; and (u) that, to t e extent It

:lmdes the mo..-t eftechve techriolo transfer the bce of
5 ' lIIven 10M s a minIS con actor em 0"
ee=s on oca Ionat t e ac

Note - "(D)
to the left
should have
the words
"apreferen
before the
word "in;,"
It is expec
that this w
be correcte,
early in th,
nextCongre,
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ta) The requirements of aectfcns 203 lLlld
204 of this chapter.

(d) 11 a contractor does not elect to rP!Aln
title to a subject inventton in cases subject to
this section. the Federal agency may consider
lLlld &fter consultatton wIth the contractoe
iTant' requests for retention of right.s by th~ In,
venter subject to the provisions of this Act lLlld
regulations promulgated hereunder,

(e) In any case when a Federal employee Is a
coinventor of any invention made under a fund.
ing agreement with anonprofitorga.niz&tion or
smaJl business firm, the Federal agenc)' ern
plo)'ing such coin,en tor is authorized to trans
fer or assign v,'hate\'er rights it may acquire In
the subject invention from it.s employee to the
contractor subject to the conditions set forth In
this chapter,

([)(1) No funding agreement with • srnxll
business !Inn or nonprofit organization ~hl\ll
contain a provision allo90-ing a Federal 8.Kt>nC)"
to require the Ilcensing to, third parties of in
ventions owned by, the contractor that are not
subject inventions unless such provision has
been approved by the head of the agency lLlld a
written Justification hIlS been sillIled by the
head of the agency, Any such provision shall
clearly state whether the Ilcensing ma)' b-. re
Quired in connectlcn wtth thepra.ctice of a sub
ject invention.;'a specifically. ident1!ied worlr.
object, or both:~The head of the agency mr.y
not delegate the authority to approve provt
sions or, sillIl justifications required by this
paniraph. .'

(2) A Federa) :li€:n:C)' shall not require the- 11·
censing of third parties under an)' such ;':'0\1·
sian unless thejiead of the agenc)' det.e;r."'.~n~s

that the use ofthe invention b)' others ts neces
sary for the practice of a subject inventton or
for the use of a work object of the fur.dlnS
agreement and that such actlon ts necessary to
achieve the practical appllcat!on of the sU~j""t

invention or work object, Anysuch d~te=.na

tlon shaJI be on the record after an op~rt=it)'

for an agency hearing'iAm' action co=~n<'<'<l
for judiclal review of such determination shall
b-. brought v.1thin sixty days ,after not1!lcstlon }
0:such determination.

I,203, ~Iarch-in ri(hta

'U.l. With respect to lLllY lubject tnvenuon in'
- , which a small busmessttrm or nonprofll ~,."....

nlzaUon has acquired title under thll cr..~:er,

the Federal agent')" under ""host. t\J.nd~~$: ".:~f"o

ment the lubject Invention was made shall have
the right. In &ec:ordance v,'lth such procedures
as are provided in regulations promulgated
hereunder to require the contractor. an assillIl
ee or exclusive licensee of a subject invention to
grant a nonexclusive. partIally exclusive. or ex-:
elusive license in any field of use to a respenst- ~-'.~
ble appliClLllt or appllClLllta. upon terms that are
reasonable under the cireumstances, lLlld If the
contractor. asslllYlee, or exclusive licensee reo
fuses such request. to grant such a license
Itself, If the Federa.! agency determines that
such- ,

(al action is necessary because the ccntrse
tor or assignee hIlS not taken, or Is not expect
ed to take v.1thin .. reasonable tllne. erfective
steps to achieve practical application of the
subject invention in such field of use;
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(b) action Is necessary to alleviate h.alth or

safety needs which are not reasonably sans
fied by the contractor. LSSignee. or their U·
censees; .

(c) action Is neeessary to meet requirements
fOr public use spee!!led by Federal regulations'
s.nd such requirements are not reasonably
satisfied by the contractor. LSSlgnee.· or Ilcens
ees; or

(d) action Is necessary because the agree·
ment requ,ired by section 20( has not been ob
tained or waived or because a licensee of the
exclusive right to use or sell s.ny subject in
vention In the United States Is In breach of
Its agreement obtained pursuant to section
204..

f 20~. P...ferenee for !Jnlled Slate. industzy

1i"ot"ithsts.ndlng s.ny other provision of this
chapter. no sznall.bUSlness firm or nonprof!t or
ga.nlzatlon which -receives title to s.ny subject
invention and no LSSlgnee of any such small
business firm or nonprofit orpnlzatlon shall
(rant to s.ny penon the exclusive right to use
or sell s.ny subject invention In the United
States unless such person arrees that s.ny prod
uets e=::oocyini the subject lnventton or pro
duced through the use of the subJeet invention
will be ms.nu!actured substs.ntlally In the
Unlted States. HO"'ever; In Indlv1dual cases. the
requirement for such an ~rreement may be
waived by the Federal agency under "'hose
funding arreement the invention was made
upon a sho"ing by the small business firm.
nonprofit orgs.nlzatlon. or assignee that reason
able but unsuccessful efforts pa"e been r.lade to
rrs.nt licenses on slmllar terms'to potential !l
censees that would be Ukely to ms.nu!..cture
IUbatantially In the United States or that under
the circumstances domestic manu!acture Is not
commercially feasible. .

• 205. C.onfidt'ntiaUty

Federal agoncles are autbortzed to "'ithhold
from disclosure to the public tnrcrmatton dis
closing s.ny invention In ...·hich the Federal
Government owns or may own a right, title. or
Interest (Including a nonexclusive license) for a
reasonable tlme in order for a patent applica·
tlon to be filed. Furthermore. Federal agencies
shall not be required to release copies of s.ny
document which Is part of an appUcation for
patent filed wlth the United States Patent s.nd
Trademark Office or with any foreign patent
office.
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• 206.l:niform clau.let and reruJaUona

Ollice of Feder&!. Procurement ,
after re " g recommendations 01 t !fice
of Science echnoloey Pol ,may issue
regulati"ns ...hich be e appllcable to
Federal agencies !mil the provisions
of sections 202 t gh 204 of hapter and
the Ofllce ederal Procurement shall
establl st?4ndardfundinr agreement pr

required under this chapter,

er ma issue rations which ma be

1207. Domestic and Cortirn ·prott"C'tion of .federally
o.ned invention.

Each Federal agenc:-r U: authv:,ii,::-d to-
(1) apply for, obtain, and r::slr:talr, patents

or ether forms of protection in the United
St&tcs. i.Ud tn foreign countries on inventions
in ...hich the Fecleral Government o...ns a
right, title, or L"lteliest;

(2) llTant nonexclusive, exclusive, or partial.
lyexc]uslve Hcensesu.n4er fede~all~' owned
plitent appllclitions, patents, or other forms
of protection obtained, :ro~'a1t)'·free or lor
royaltles or other con.sideration, and on such
terms and conditions, including the llTant to
thellcensee of the'rlght 01 enlorcement pur
suant to the provtstcnsor chapter 29 of this
title as determined ap;;ro;>:iate in trie publlc
interest;

(3) undertake all other s...i~.:~ie r:.:;d neces
San" ste'ps to protect and a=':::'i~~.5'~€'r !':ihts to
fede:"&ll)' owned inventions on be~!.lf of the
Federal Government elther c::,ctly or
through contract; end

(4)tr2.!"..sfer custody and a.·~::-;~:!!!-.t:::-?tlon.ln

whole or In p;.rt, to !'l.;C~;J€=: F~::-:-ra1 :='!i''':'nc)o",
of therliht. tIt1e,orl:-:~errst In f...:1Y. :i:'derally
ov."nf'd!n\"ent!on. .

G'··
". ".:.,

o

i
tl

ot assiirin the effective man ement of
lll'l'en IOns, e 0 mmerce"'"iS

encies as to areas' of
eve 0 men WI n-
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12011. Rellliationt' IO\"unlnc Ft'deraI linnllinc

Thl! Ae:hnl;I1sL atcI of SerlE. al en "ius Secretary of

o

Cosmerce Is au-
thortzed to promulgate rf"i'Jlatlons s~ecifytnr
the terms and condItions upon "vhIch anr feder
ally o"rned Invention, other than tnventtons
o....ned b)' the Tennessee Valle)' Authorltr, may
be licensed on a nonexclustve. p&rtlally exclu
sive. or excluslve butl.

1209. Rellt.ric1lons on lieen.inl or federaJl)" o._ned: in.
ventionl

(a) No Federal agency shall grant any license
under a patent or patent application on a feder
ally owned Invention unless the person request
Ing the license has supplied the agency "lith a
plan for development and/or marketing of the
invention, except that an)' such plan may be
treated -by the Federal agency as commercial
and financial information obtained from a
person and privileged and confidential and not
subject to disclosure under section 552 of title 5
of the United States Code. •

(b) A Federal agenc)' shall normally grant the
right to use or sell an)' federall)' owned inven
tion in the United Stat esonly to a licensee that
agrees that any products embodying the inven
tion or produced lhrough~heuseof the inven
tion will be manufactured substantially in the
United SI ates, .v-.:

(C)(1) Each Federal agency may grant exclu
sive or partially exclusive licenses in any lnven
tion covered by .a federally owned domestic
patent or patent application only if. after
public notice and opportunity Jor filing wrttten
obkctIons. it is determined that-:

tA) the interests of the Federal Govern
ment and the public ""ilI best be served by the
proposed license, in view of the applicant's in
tentions. plans, and abilit}· to bring the tnven
tion t c practlcal application or otherwise pro;'
mote the lnventton's utili.:::..tion by.j.he public:

<Bl the desired practlcal application r.as not
been achieved, oris not likely expeditiously
to be ..chieved. under any nonexclusive li
cense whlch has been granted. or which may
be granted. on the invention:

(Cl exclusive or partially exclusive IIcens1njf
isa reasonable andneeessary incenth~e to call
forth the investment of risk capital and ex
penditures to bring the invention to practical
application or otherwise promote the inven
tion's utiliza.tion by the public; and
. (D) the proposed terms and scope of exclu
sivity are not greater than reasonably neces
san' to provide the incentive Ior brtnging the
i:'l';:':1Uon to practical application or other
....-;:;~ prc.rriot e theirnen~ion's utilizs.tion by
the public.
(2) A Fed.,al a;;enc)' shall not grant such ex

clus.ve or partially exclusive Ucense under para·
graph (lJ of this subsection if It determines
t hat the .rant of such license wIll tend substan
ti::Llly to lessen competition or result In undue
coucentratton tn anr section of the country in
any line of commerce to which the t.chnolon
to be Iicensed relates. or to create or maintain
other situations inconsistent with the antitrust
laws,

.. .~ .

.--
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(3) First pr~fer~nc~ In the exclusive or par·
tially exclusive licensing of federally owned in
ventions shall go to small business flrrns sub
mit~ing p!~s. that are detfr.ninedby t.he
agencl' to be ·....Ithin the capabilities of the firms
and" equally likely. if executed. to bring the in
vention to practica.l application LS any plans
submitted bl' applicants that are not small busl·
ness ,firms.

'-CdlA7fer consideration of "'h~th~r th~ inter
ests 01 the Federal Government" or United
Staw Industry In foreign commerce "'m be en
hanced. any Federal agency may grant exclu
slve or partIally exclusive ltcenses in any tnven
tion covered by a foreign patent appUcation or
patent. after publtc notice and opportunity for
'fIltng written cbjections, except that a Federal
agency shall not grant such exclusive or partial.
Iy exclusive license 11 It determines that the
grant of such license wlll tend substantially to
lessen' competition or result in ,undue coneen
tration in any sectIon of the United States In
any Itne of commerce to which the technology
to be ltcensed relates. or to create or maIntaln
other sttuattons Inconsistent wtth antttrust
laws, .

(el The Fed~ral a.encl· shall maintain a
record of deterrn inatfcns to grant exclusivs or
partiaU3j exclusive licenses.'

<f) Any grant of a license shall contain such
terms and conditicnsas tlie Federal agency de
termines approprlate 10r the protectton of the
Interests of the Federal Government IUld the
publtc. Including provisions for the follo"ing:

(1) perlodlQ,.reportlng on the utllization or
e!forts at obtalnlng utilization that are being
made by'the licensee with particular refer·
ence to the, pla.'l SUbmitted: Provided, That
any such ln1ormatlon may be treated by the
Federal agency as commercial and financial
information obtained frqm .. person and privt
leged and confidential and not subject to dis·
closure under Section 552 of title 5 of the
t"r:lted States Code;

(2) the ~ight of the Fede~aJ "sency to termr
nate such license In whole or In Part it It de
termines that the licensee Is' not executing

, the plan submitted wtth Its request for a U·
cense and the Ilcensee cannot otherwise dem
onstrate to the satisfaction of the Federal
agenCl" that It ha.s taken or can be ex;:ec:.a
to take wtthin '" rea.sonable t!me, effective
steps to achieve practical a.!'pllcation 01 th~
lnventton; . ('

(3) the right of the Federal agency to term]·
nate such llcense In whole or In part It the U·
censee is In breach of an agreement obtalned
pursuant to paragraph (bl of this section; and

(4) the right of ~he Fed~ra.l 2iE-nCj" to tf'rn'j·
nate the Ilcense In whcle or In part jf :!le
a~enc=-' determines that such scuon is' neces
sarr to meet reQui:E:rnent.s for public use spec
ifled bl' Federal re.~latlon.s Issued after the
date of the HC't:':1se L"1d such reQul:ements a:e
not :rao;~nabh' satisfied b~' the llcensee.

• 21O. P",("~l!'n ...e of chapter

(",) This chapter shall take precedence over
",nY other Act which would require a dlsposl·
tion of rlehts in subject Inventions of small
business firms or nonproitt organlzatlol1l cen
tractors in a manner that Is Inconsistent ~ith




