EXTCUTIVE GRDFR3

NO. 10096

15 F. R, 389
1

PROVIDING FOR A UNIFORM PATENT POLICY FOR TIrir. GOVERANMENT WITH RESFELCT TO Il'VEh'I‘iOHS .
) - v MADE EY COVERNa
o -MENTEMPLOYFES 'AND FOR THE ADMINISTRATION OF SUCH POLICY _

WHEREAS inventive advances in scientifie anﬁ technological fields fre .uent. reasult fron gov.ro-
~mental activities carrfed on by Government employses; and - auently g

~* VHEREAS the Government of the United States is expending large sums of mon |
conduct of these activities; and - expending € | money annually for t.her |

WHERFAS these advances constitute a vast nationsl resource; and

- WHEREAS 1t is fitting and proper that the inventive product of functions of the Govarnmont,'
carried out by Government employees, should be available to the Government; and '

WHEREAS the rights of Goverament employees in theis inventions should be recognized in appropriate
instances; and ' _ I -
t:HEREAS the carrying cut of the policy of this order requires apﬁroprht’a administrative arrange- -
ments : _ . ' ; : :
NOW, THEREFORE, by virtue of the authority vestsd in me by the Constitution and Qmmtou, and
- as President of the United States and Commander in Chief of the armed forcea of the United Statos,

in the- interest of the eatablishment and operation of a uniform patent policy for the Governmant
with respect to inventions made by Government employess, it is hersby ordered as follows P

1. The following basic pollicy is established for all Goverrment agenciea with respect to in-
ventions hereafter made by and Government employeej :
{a) The Government shall obtain the entire right, title and interest in and to all inventions
ade by any Government employee (1) during working hours, or-(2) with a contritution bty the Govern-
‘ment of facllitles, equipment, materials, funda, or informaticn, or of time or services of other
Government employees on official duty, or (3) which bear a direct relation to6 or are made in con-
sequence of the official duties of the inventor. :
- - {b} In any cese where the contribution of the Government, as measured by any one or more
of the criteria set forth in paragraph (a) last above, to the invention-is insufficient equitadbly
to justify a requirement of assignment to the Government of the entire right, title and intorent to
such invention, or in any case where the Government has insufficlent interest in an Ilnvention to :
_‘obtain entire right, title apd interest therein (although the Goverument could obtain some under
peragraph {a), above),the Covernment agency concerned, subject to the approvel of the Chairman of
the Government Patents Board (provided for in parsgraph 3 of thia order and hereinafter referred
1o as the Chafrman), shall leave title to auch invention in the employee, subject, howaver, to the
reservation to the Government of & non-exclusive, irrevocable, royalty-free license in the invention
‘with power to grant licenses for sll goveinmental purposes, such reservation, in the terms thercof, .
to appear, where practicable, in amy patent, domestic or foreign, which may issue on such ilovention,

‘(e¢) In applying the provisions of paragrephs {a) and (b}, above, to the facts and circum-
stances relating to the making of any particular invention, it shall be presumsd that an inventlon
made by an employee who 1s employed or asaigned {1) %o invent or improve or perfect any art, machine,
manufacture, or composition of matter, (11) to conduct or perform research, development work, or
both, (iii) to supervise, direct, coordinate, or review Government fimanced or conducted research,
development work, or both, or {iv) to act in a liaison capacity among governmental or mongovernmontal
agencies or individvals engaged in such work, or hade.by an employse included within any other category
of employees specified by regulations issued pursuant to sectlion 4{b) hereof, falls within tha -
provisions of paragraph (a), above, and it shall be presumed that any invention made by any other
_employes falls within the provisions of paragraph {p}, above. Either presunption may be rabutted
by the facts or circumstances attendant upon the conditions under which any particular inventlon is
" made and notwithstanding the f_Ongofz.ns;, shall not preclude a determination that the fnvention falls

d _ .

within the provisions of paragraph next balow. . :

(d) In any case wherein the Government neither (1) pursuant to the proviaions of paragraph
1\a) sbovs, obtains entire right, title and interest in and to an inventlon mor {2) pursusnt to the-
provisions of paragraph (b) above, reservea a non-exclusive, irrevocabls, royalty-free license in
the invention with power to grant licenses for all governmental purposes, ‘the Government shall leave
the entire right, title and interest in and to the invention in the Government employee, subject o

law, . - ’ .
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. prepare and {ile an application for patent therefor in the United States Patent Office or make a

EXECUTIVE ORDERS

2. Subject to conpldorations of national security, or publiec hoalth, safety, or welfare, the
Tollowing baaie poliecy 1a aeatablished for the collection, and dissomination to tho pubiie, of infor-
mation concerning inventions resulting from Govoromont ressarch and doveloment setivitieat

{a) Whon an invention is made under circumstances defined in paragraph 1{a) of this orior
giving the United Statea the right to title theretec, the Goverament agency concorned ahall eithor

full disclosure of tha inventlon promptly to the Chalrman, who may, if he determines the Governzent
interest so requires, causoe application for patent to be filed or cause the inventlon to be fully
disclosed by publication thereof: Provided, however, That, conalstent with presont practice of tho
Department of Agrieulture, no application for patent, shall, without tho approval of the Socretary |
of" Agriculture, be filed in respect of any varlety of plant invented by any employeo of that Depart-
ment. ' ' ’ :

- (b) Undor arrangements made and policles sdopted by the Chajirman, all inventions or rights
theroin, inecluding licenses, owned or controlled by the United States or any Covormmont apency shali
be indexed and coples, summariea, analyses and abstracts thoreef shall be maintained and made availa
able to all Goveroment agencies and to public litraries, universitles, trade associations, scientists
and scientific groups, induatrial and commeroial organizations, and all other interested groups of
persons. :

3. {a) A Government Patents Board is established consiating of a Chairman of the Governzont
Patents Board, who shall be appointed by the President, and of one representative from each of the
following: ' L ’ ) _ : L

Departmont of Agriculture

Department of Commorce

Department of the Interlor
" Department of Justlce

Department of State
- Departanent of Defanse

Civil Service Commisaion

Federel Security Agency

Natlonal Advisory Commlittes for Aeronautics
General Services Administration

'Each such representative, together with an alternate, shall be designated by the head of the sgency

concerned,

{b) The Government Patents Board shall advise and confer with the Chairman concerning tho
operation of those aspects of the Government's patent policy which are affected by the provisious
of this order or of Executive Order Mo, 9865, and suggest modif;cations or improvements where nec-

8ssary.
(c) Consonant with law, the agencles referred to in paragraph 3{a} hereof shall as may bo

- necessary for the purpose of effectuating this order furnlsh assistance to the Board in accordance

with section 214 of the Independent Offices Appropriation Act, 1946, 59 Stat. 134, 31 U.S.C. 691,12
The Department of Commerce shall provide naceasary office accommodationa and facilitiea for the une

"of the Board. and the Chairman.: '

" {d) The Chairman shall establish such committees and other working groups as may be required
to advise or assist him in the performance of any of his funetionms.

{e) The Chairman of the Government Patents Board and the Chairman of the Interdeparimental
Committes on Sgientific Research and Development {provided for by Executive Order No, $912 of Decom-
ber 24, 1947)17 shall establish and maintain such mutual consultation as will effect the proper

" coordination of affairs of comaon concern.: ) :

4. With & view to_obtaining unifbnnapplication'of the policies set out in this order and uniform :

V operations thereunder, the Chairman is authorized and directed.

: (a) To consult and advise with Government sgencies concerning the application and oporation
f the policies outlined bersein; . _ o
(b) After consultatioh with the Government Patenta Board to formulate and sutmlt to the

1 ' deairabls to im-
President for approval such proposed rules and regulations a3 may be pecessary or _
plement and effectuate the aforesaid policles, together with the recOmmendations of the Goveromont

"Patents Board thereon; . ) o




L FXFCUTIVE ORDERS

o - : {¢) To submit annually o report to the Prosident concorning the operation of miurh jalicies,
and from time to time sueh recomaendationa for modification thoreof &s may be deozod dosirable; -

{d) To dotermine with finality any controverales or disputes betwsen arv.(}dv"rt":uqt agency
and 1ts omplayees,- to the extent sulmitted by any party to the disputs, concorning the owunrahip
of inventions made hy such e'nployeea or rights thrxrein ;, and i e _\\

(¢) To perform such other or further functions or dutlea as may from tize to time b ‘praacrlbc.i
"7 the President or by st-a.t.ut.e.

5. The functlons and duties of tho Secretary of Commores and the Department of Co:narcu under
the provisiona of Executive Order No. 9865 of June 14, 1947 14 are hereby tranaferred to the Chairman
and the whola or any part of such functions and dutiss may be delagated by him to any Government
agency or officer: Provided, That said Exocutive Order No. 9865 shall not be deomed to bo n:nundod or
affected by any provision of thils Executive order othar thnn this paragraph 5.

6. Each Government agency shall take all sbeps appropriate to effectuate this order, including
the promulgation of necessary régulations which shall not be inconsistant with thin order or with
regulations issued pursuant t.o paragraph 4(b} hereof,

: 7. As usad in this .Jxecu‘bive order, the next at.a.t.ed termas, in s.‘mgular and plural, are dofined
- &3 follows for the purposes hereof:

(a) "Government agency” includes any exccutive dapartment and any independsni comalssion, -
board, office, u-ency, suthority, or other establlishment of the Executlvs Brunch of the Governmont
of the United States (dneluding any such independent regulatory commission or board, any such wholly-
owned corporation, and the Smithsonian Institution), but excludes the Atomic Energy Ccrmaiaaion. :

(b) "Government employee" includes any officer or employee, clvillan or military, of any
Government agency, except such part-time consultania or employeas as my bo excluded by regulationn
promulgated purauant to paragraph 4(b) hereof.
- . {¢) M™Invention" includes any art, machine, manui‘actura, dnsign or composition of matter,

or any new and useful Improvement thareof, or any’ variety of plant, which 1s or may bo patentable __
under the patent laws of the Unlited Stateu.

The White House - ‘ : : ' ' Harry S. Truman
January 23, 1950 : :

12. 31 U.S.S.4, 601 L. 5U.S.C.A. 59 note.

13. U.S, Code Cong. Service 1947, p. 2062
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Patents—notice of Government-

27.204-3
2s 2 licenses. .
27.204-4  Cleuse for reporting of royalties
[foreign}. A

27.205 Adjustment of royaltie:

27.208 Refund of royaities.

27.208-1 General. o 4

27.206-2 . Clause for refund of royalties. -

27.207 Clagsified contracts. L
- 27.2071  Guneral. ’ +*

27.207-2  Clause far classified contracts.

-
SUBPART 27.3—PATENT RIGHTS UNDER . 4.
GOVERNMENT CONTRACTS
27.300 Scope of subpart.
27.301 Definitions.
27.302 Policy.
27.303 . Contract clauses.
27.304 Procedures. -

27.304-1 General

27.304-2 - Contracts placed by or for other

’ ) Government agencies. T

27.304-3 Contrac!s for construction work
or architect- engineer services.

27.304-4  Subcontracts.

27.304-5  Appeals. :

‘27305  Administration of patent rights
clauses.

... 27.305-1.  Patent rights follow-up."

27.305-2 Follow-up by contractor.

27.305-3 Follow-up by Government.

27.3054  Conveyance of invention rights
acquired by the Government.

27.305-5 Publication or release of

invention disciosures.
27.308 Licensing background patent -
rights to third parties.

SUBPART 27.4—RIGHTS IN DATA AND
COPYRIGHTS .
T 27401 General.

" SUBPART 27.5—RESERVED

SUGPART 27.6—FOREIGN LICENSE AND
TECHNICAL ASSISTANCE AGREEMENTS
27.601 General

AUTHORITY: 40 USC 486{c): Chapler 137, 10
USC: and 42 USC 2453(c).

27.000 Scope of part.

This part prescribes palicies,
procedures, and contract clauses
pertaining lo patents and directs
agencies to develop coverage for Rights
in Data and Copyrights.

- SUBPART 27.1—GENERAL

27.101 Appiicabiiity.

The policies, procedures, and ctauses’
prescribed by this Part 27 are applicable
io all agencies. Agencies are authorized
1o adopt alternate policies, procedures,
and clauses, but only to the extent
determined necessary to meet the
specific requirements of laws, executive
arders, treaties, or internationat :

- agreements. Any agency action adopting
such alternate policies. procedures, and
clauses shall be covered in published

agency regulations.

27.162 Reserved.

27.103 Palicy.
The policies pertaining to patenis.
data, and copyrights are set forth in this

Part 27,apd the related clauses in Part-
52, & _

27.104 General guidance,

{af*The Government encourages the
maximum practical commercial use of
invegtions made while performing
Governmernt coniracts.

(b) Generally, the Government will
not refuse to award a coatract on the
grounds that the prospective contractor
may infringe a patent, '

{c) Generally, the Government
encourages the use of inventions in
performing contracts and. by .
appropriate contract clauses, authorizes
and consents to such use, even though
the inventions may be covered by U.S,
patents and indemnification against
infringement may be appropriate.

{d) Generally, the Government shouid .

be indemnified against infringement of
U.S. patents resuiting from performing
contracts when the supplies or services
acquired under the contracts normally
are or have been sold or offered for sale
by any supplier to the public in the

commercial open-market or are the same

as such supplies or services with
relatively minor modifications.

(e) The Government acquires supplies
or services on a competitive basis to the
maximum practical extent, but it is
important that the efforts directed
toward increasing competition not
improperly demand or use data relating
lo private developments.

(f} The Government honors the rights
in data resulting from private
developments and limits its demands for
such rights to those essential for
Government purposes.

" (8) The Government honors rights in
patents. data, and copyrights, and

complies with the stipulations of lawin .

using or acquiring such rights.

(h} Generally. the Government
requires that contractors obtain
permission from copyright owners
before including privately-owned
copyrighted works in data required to be
delivered under Government contracts.

SUBPART 27.2—PATENTS

27.200 Scope of subpart

This subpart prescribes policy with
respect {o— '

{z) Palent infringement liability
resulting from work performed by or for
the Government;

{b) Royalties payable in connection
wi:ih performing Government contracts;
an: T

[c] Security requirements covering
patent applications cantaining classified
subject matter filed hy contractors, - -

27.201 Authorization and consent.

27.201-1 Genarnl

(a) In those cases where the
Government has authorized or
consented to the manufacture or use of
an invention described in and covered
by & patent of the United States. any
guit for mfringement of the patent based
on the manufactuwre or use of the
invertion by or far the United States by
a contractor (including a subcontractor
at any tier) can be maintained only:

" against the Govermment in the U.S.

Claimsg Court and not against the

. contractor or subcontractor (28 U.S.C.
- 1498}. To ensure that work by & '

contractor or subcontractor under a
Government contract may not be
enjoined by reason of patent
infringement, the Government shall give
authoriza.ion and consent in accordance
with this regulation, The liability of the
Government for damages in any such
suit against it may, however, vitimately
be borne by the contractoror .
subcontractor in accordance with the

terms of any patent indemnity clause

also included in the contract, and an
authorization and consent clause does
not detract from any patent
indemnification commitment by the
contractor or.subcontractor. Therefore,
both a patent indemnity clause and an
authorization and consent clause may
be included in the same contract.

{b) The contracting officer shall not

“include in any solicitation or contract-—

{1) Any clause whereby the
Government expressly agrees to
indemnify the contractor against
liability for patent infringement; or

{2) Any authorization and consent
clause when both complete performance-
and delivery are outside the United -
States. its possessions, and Puerto Rico.

27.201-2 Clauses on authorization and
consent,

{a) The contracting officer shall insert
the clause at 52.227-1, Authorization and -
Consent, in solicitations and contracts -

{inciuding those for construction;

architect-engineer services; dismantling,
-demolition, or removal of improvements;

and noncommon carrier communication
services), except when small purchase
procedures apply or both complete
performance and delivery are cutside
the United States, its possessions. and
Puerto Rico. Although the clause is not
required when small purchase
procedures apply, it may be used with
them.
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{b) The contracting officer shall insert
the clause with its Alternate I in all R&D
solicitations and contracts (including
those for construction and architect-
engineer services calling exclusively for
R&D work ar exclusively for
experimental work), unless both
complete performance and delivery are
outside the United States. its
possessions, and Puerto Rico. When a
proposed contract involves bath R&D
work and supplies or services, and the
R&D work is the primary purpose of the
contract, the contracting officer shall use
this alternate. In ail other proposed

_contracts involving both R&D work and -

supplies or services, the contracting
officer shall use the basic clause. Also,
when a proposed contract involves
either R&D or supplies and materials, in’
addition ta construction or architect-
engineer work, the contracting officer
shall use the basic clause.

{c) If the solicitation or contract is for
communication services with a common
. carrier and the services are unregulated
"and not priced by a tariff schedule set
by a regulatory bedy, the contracting
ofFicer shall use the clause with its
Alternate IL

27.202 Notice and assistance.

27.202-1 General.

- The contractor is required to notify
the contracting officer of all claims of

infringement that come to the

contractor's attention in connection with

performing 8 Government contract. The

contractor is also required, when
requested, to assiat the Government
with any evidence and information in its
possession in connection with any suit
against the Government. or any claims
against the Covernment made before

> suit has been instituted. on account of
any alleged patent or copyright
infringement arising out of or resulting
from the coatract performarice.

27.202-2 Clause on notice and assistance.

The contracting officer shall insert the
clause at 52.227-2, Notice and
Assistance Regarding Patent and
~ Copyright Infringement, in aupply,

service, or research and development

solicitations and contracts (including
“construction and architect-engineer
contracts} which anticipate a contract
value above the dollar limit set forth at
'13.000, except when small purchase
* procedures apply or both complete
performance and delivery are outside
- the United States, ita possessions, and
Puerto Rico, unless the contracts
indicate that the supplies or other
deliverables are ultimately to be
shipped into one of those areas.

27.203 Patent Indemnification of -
Government by contracter.

27.203-1 General.

{a) To the extent set forth in this
section, the Government requires
reimbursement for liahility for patent

. infringement arising out of or resulting -

from performing construction contracts
or contracts for supplies or services that
normally are or have been sold or
~offered for sale by any supplier to the
public in the commercial open market or
that are the same as such supphes or
services with relatively minor :
modifications. Appropriate clauses for
indemnification of the Government are
prescribed in the following subsections.
[b) A patent indemnity clause shall
not be used in the following situations:
(1) When the clause at 52.227-1.
Authorization and Consent, with its

~ Alternate I, is included in the contract,

except that in contracts cailing also for

. supplies of the kind described in
paragraph {a}) above, a patent indemnity
clause may be used solely with respect
to such supplies.

{2} When the contract is for supplies
or services {or such items with relatively
minor modifications) that clearly are nat
or have not been sold or offered for sale
by any supplier to the public in the
commercial open market. However, a
patent indemnity clause may be
included in {i} formally advertised
contracts to obtain an indemnity
regarding specific components, spare
parts, or services so sold or offered for
sale (see 27.203-2(b) below), and (ii}
contracts to be awarded (either by
formal advertising or negotiation) if a
patent owner contends that the-
acquisition would result in patent

- infringement and the prospective
contractor, after responding to a
solicitation that did not contain an

indemnity clause, is willing to indemnify -

the Government against such
infringement either (A] without increase
in price on the basis that the patentis -
invalid or not infringed, or (B} for other’
good reasaons.

{3} When both performance and
delivery are to be outside the United
States, its possessions, and Puerto Rico,

-untless the contract indicates that thes .
supplies or other deliverables are
uitimately to be sh:pped into one of
those areas.

(4) When the contract is awarded by

" smatil purchase procedures.

{5} When the contract is aolelyff‘?' '
- architect-engineer work (see Part 36).

27.203-2 Cisuses for formaily advertised
contracts (excluding construction).

(a] Except when prohibited by 27.203-
1(b) above, the contracting officer shall

insert the clause at 52.227-3, Patent

Indemnity, in formally advertised
coniracts for supplies or services
{excluding construction and dlsmantlmg,
demolition, and removal of
improvements), if the contracting officer

‘determines that the supplies or services

(or such items with relatively minor
modifications) normally are or have
been sold-or offered far sale by any

- supplier to the public in the commercial

open market. Also the clause may be
included as authorized in 27.203-
1{b)2)(i}.

{b) In solicitations and contracts
{excluding those for construction) that
cail in part for specific components,
spare parts, or services (or such items
with relatively minor modifications) that
normally are or have been sold or
offered for sale by any supplier to the
public in the commercial open market,
the contracting officer may use the
clause with its Alternate [or 1L, as
appropriate. The choice between
Alternate I (identification of excluded
items) and Alternate [I (identification of
included items} should be based upon
simplicity, Government administrative
convenience and ease of identification
of the items.

(c} In solicitations and contracts for
communication services and facilities
where performance is by a common
carrier. and the services are unregulated
and are not priced by a tariff schedule

" “set by a regulatory body, use the basic

clause with its Alternate IIL

27.203-3 Negotiated contracts (exciuding
construction).

A patent mdemmty clauseis not
required in negotiated contracts, (except
construction contracts covered at 27.203-
5), but may be used as discussed in
27.203-4 below. A decision to omit a
patent indemnity clause in a negotiated
fixed-price contract described in this
subsection should be based on a price
consideration to the Government for the’

- foreguing indemnification rights

normally received by commercial
purchasers of the same supplies or
services.

27.203-4 Clauses for negot!atad contracts -

‘:cludpycpnstructlon).

(&) The cantracting officer may insert
the c!ap.ae at 52.227-3, Patent

- Indemnity—

(1) As authonzed in 27.203- I{b)[zjtnj
and

~ (2) Except as prohlhlted by 27. 203
1{b), in solicitations anticipating

_negatiated contracts (and such

contracts) for supplies or services
{excluding construction and dismantling,
demolition, and removal of
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improvements), if the contracting officer-

determines that the supplies or services

-{or such items with relatively minor

modificatiens) normally are or have
been sald or offered for sale by any
supplier to the public in the commercial

open market. Ordinarily: the tontracting

officer, in consultation with the

prospective contractor, should be gble to

determine whether the supplies ot
services being purchased normally gre

Waiver of Indemnity. in solicitations

" and contracts in addition 1o the
appropriaie patert indemnity clause.
The contracting officer shail document
the contract file with a copy of the
writ

ar pgi

27.204-1 General
(2] (1) To determine whether royalties

or have been sold or offered for saléy. 4. antictpated or actually paid under

any supplier to the public in the
commercial open market. (For
negotiated construction contracts. see

| 27.203-5). _
- {b) In solicitations and contracts that

call in part for specific components,

" gpare parts, or services {or such items
with relatively minor modifications} that

normally are or have been sold or

‘offered for sale by any supplier to the

public in the commercial open market, -
the contracting officer may use the
clause with its Alternate I or I, as
appropriate. The choice between

_ Alternate I (identification of excluded
‘items) and Alternate H ({identification of

ir.cluded items) should be based upon
simplicity, Government administrative

- convenience. and the ease of

identification of the items.
{c} In solicitations and contracts for

. communication services and facilities
- where performance is by a common
"carrier, and the services are unregulated

and are not priced by a tariff schedule
set by a regulatory body, the clause
shall be used with its Alternate IIL

' 27.203-5 Clause for construction

conriracts and for dismantiing, demolition, .
and removal of Improvements contracts.
Except as prohibited by 27.203-1{b),
the contracting officer shall insert the
clause at 52.227-4, Patent Indemnity—

Construction Contracts, in solicitations

and contracts for construction or that
are fixed-price for dismantling,

demolition, or removal of improvements.
_ If it is determined thatthe construction
- will necezsarily involve the use of

structures, products, materials,’ _
equipment. processes, or methods that
are nonstandard, noncommercial, or
specizl, the contracting officer may
expressly exclude them from the patent
indemnification by using the basic
clause with its AlternateI. -

27.203-6 Clause for Government waiver
of Indsmnity.
If, in the Government's interest, it is

B appropriate (o exempt one or more

specific Uaited States patents from the
patent indemnity clause, the contracting
officer shall obtain written approval
from the agency head or designee and
shell insert the clause at 52.227-5,

Government contracts are excessive,
improper, or inconsistent with any
Government rights in particular .
inventions, patents, or patent :
applications, contracting officers shail
require prospective contractors to )
furnish certain rayaity information and

- shall require contractors to furnish
certain royalty reports. Contracting
officers shall take & ppropriate action to
reduce or eliminate excessive or
improper royalties.

{2) Royalty information sha!ll not be
required (except for information under
.27.204-3} in formally advertiscd :

contracts unless the need for such
information is approved at a level above

- that of the contracting officer as being
necessary for proper protection of the
Government's interests,

- (b) When it is expected that work may
be performed in the United States, itg
possessions, or Puerto Rico, any
solicitation that may result in a

. negotiated contract for which royalty

information is desired or for which cost
or pricing data is obtained [see 15.804)
-should contain a provision requesting
information relating to any proposed
charge for royalties. If the work is to be
performed in the United States. its
possessions, or Puerto Rico and the
response to the solicitation includes &
charge for royalties, the contracting
ofiicer shall, before award of the
contract. ferward the information
relating to the proposed payments of
royalties to the office having cognizance

- of patent matterg fcr the contracting

. activity concerned. The cognizant office
shall promptly advise the coniracting
officer of appropriate action. Before

" award, the contracting officer shall take
action to protect the Government's
interest with respect to such royalties,
giving due regard to all pertinent factors
relating to the proposed contract and the
advice of the ccgnizant office.

(€) The contracting officer, when
considering the approval of a
subcontract for work to be performed in
the United States, its possessions, or
Puerto Rico, shall require and cbtain the
same royalty information and take the
same action with respect to such
subcontracts in relationr to royalties as

27.204 Reporting of royalties—anticipated

required for prime contracts under
paragraph (b) above. However, consent

need not be withheld pending receipt of

advice in regard to such royalties from+
the office having cognizance of patent -
matters.

{d) The.contracting officer shall
forward the royalty information and/or
royalty reports received to the office
having cognizance of patent matters for
the contracting activity concerned for
advice as to appropriate action.

27.204-2 Solicitation provision for royaity

information.

If it is expected that work may be
performed in the United States, its
possessions, or Puerto Rico, the

_contracting officer shall ingsert a

solicitation provision substantially as
shown in 52.227-8, Royalty Information,
in any solicitation that may resultin a
negotiated contract for which royalty
information is desired or for which cost
or pricing data is obtained under 15.804.
If the solicitation is for communication
services and facilities by a common
carrier, use the provision with its
Alternate L.

27.204-3 Patents—nolice of Government
as & licenses.

{a) When the Government is obiigated
to pay a royalty on a patent because of
a license agreement between. the
Government and a patent owner and the

contracting officer knows (or has reason .

to believe) that the licensed patent will
be applicable to a prospective contract, .
the Government should furnish
information relating to the royalty to
prespective offerors since it serves the

interest of both the Government and the

offerors. In such situations, the
contracting officer should include in the
solicitation a notice of the license, the

" number of the patent, and the royalty
‘rate recited in the license.
{b) When the Government is obligated |

to pay such a royalty, the solicitation
should also require offerors to furnish
information indicating whether cr not
each offeroris a licensee under the
patent or the patent owner. This
information is necassary so that the
Government may either (1) evaluate an
offeror's price by adding an amount
equal to the royalty, or (2) negotiate a
price reduction with an offeror-licensee
when the offeror is licensed under the
same patent at 8 lower royalty rate.

[c} If the Government is obligated ta
pay a royalty on a patent involved in the
prospective contract, the contracting
officer shall insert in the solicitation,
substantially as shown, the provision at
52.207-7, Patents—Notice of Government

- Licensee.



- recommend appropriate action to the

" information furnished pursuant to 27.204
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T 27.204-4 Ciause for reporting of royaities
(foreign).

In solicitations contemplating
negotiated contracts (and such
contracts) to be performed outside the

“United States, its possessions, and

. Puerto Ricg, regardless of the place of
delivery, the contracting officer shall
ingert the clause at 52.227-8, Reporting of
Royalties (Foreign). :

paid. Such circumstances might include,
for example, either a pending

. Government anti-trust action or
prospective litigation on the validity of a
patent or patents or on the
enforceability of an agreement (upan
which the contractor or subcontractor
bases the asserted obligation) to pay the
royalties to be included in the target or

- contract price.

27.208-2 Clause for refund of royaities,

The contracting officer shall insert the
clause at 52.227-9, Refund of Royalties,
in negotiated fixed-price contracts and
solicitations contemplating such
contracts if the contracting officer
determines that circumstances make it
questionable whether or not substantial
amounts of royalties will have to be
paid by the contractor or a
subcontractor at any tier.

27.205 Adjustment of royaitiss.

(a) If at any time the contracting
officer has reason to believe that any
royalties paid. or to be paid, under an
existing or prospective conltract or
subcontract are inconsistent with
Government rights. excessive, or
otherwise improper, the facts shall be
- promptly reported to the office having
cognizance of patent matters for the
contracting activity concerned, The
cognizant office shall review the
royalties thus reported and such
- royalties as are reported under 27.204
and 27.208 and, in accordarice with
agency procedures, shall either

27.207 Classified contracts.

'27.207-1. General.

(a} Unauthorized disclosure of .
‘classified subject matter, whether in-
patent applications or resulting from the

" issuance of a patent, may be a violation

- of 18 U.8.C. 792 et seq. {Espionage and
Censorship), and related statutes, and -
may be contrary to the interests of
national security: -

{b) Upon receipt from the contractor
of a patent application, not yet filed,
“that has been submitted by the

contracting officer or, if authorized, shall
take appropriate action,

(b} In coordination with the cognizant
oifice. the contracting officer shall
promptly act to protect the Government
.against payment of royalties on supplies
or services—

(1) With respect to which the
Government has a royalty-free license;
{2} At a rate in excess of the rate at

which the Government is licensed; or

~ (3) When the royalties in whole or in
part otherwise constitute an improper
charge. |

(c) [n appropriate cases, the
contracting officer in coordination with
the cognizant office shall obtaina
refund pursuant to any refund of
.rayalties clause in the contract (see
.27.206) or negatiate for a reduction of
royalties.

{d) For guidance in evaluating .

{a} or (b} of the clause at 52.227-10,

Subject Matter, the contracting officer -
shall ascertain the proper security
classification of the patent application.
Upon a determination that the
application contains classified subject
matter. the contracting officer s?all
inform the contractor of any instructions
‘deemed necessary or advisable relaling
to transmittal of the application to the
United States Patent Office in
accordance with procedures in the
Department of Defense Industrial
Security Manual for Safeguarding
Classified Security Information, If the
material is classified “Secret” or higher,
the contracting officer shall make every .
effort to notify the contractor of the
determination within 30 days, pursuint
“to paragraph (a} of the clause.

{c) In the case of all applica!ioniﬁed
under the provisiona of this sectio
27.207, the contracting officer, upon
receiving the application serial ;
the filing date, and the information
furnished by the coatractor under

_paragraph (d} of the clause at 52.227-10;
Filing of Patent Applications—Classified
Subject Matter, shall promptly submit
that information to personnel having

and 27.205{a) above, see 31.205-37 and
31.311-34. See also 31.109 regarding
advance understandings on particular
cost items, including royalties.

27.208 Refund of royasities.

27.208-1 General.
When a fixed-price contract is

" negotiated under circumstances that
make it questionable whether or not

‘substantial amounts of royalties will
have to be paid by the contractor or a
subcontractor, such royalties may be

" included in the target or contract price,
provided the contract specifies that the
Government will be reimbursed the
amgunt of such royalties if they are not

contractor in compliance with paragraph.

Filing of Patent Applications—Classified

P

er, .
- . nonprofit organization statute.

cognizance of patent matters in order
that the steps necessary to ensure the
security of the application may be taken,
(d) A request for the approval referred
to in paragraph {c} of the clause at
52.227-10, Filing of Patent Applications—
Classified Subject Matter, must be
considered and acted upon promptly by
the contracting officer in order to avoid
the loss of valuable patent rights of the
Government or the contractor. ’

27.207-2 Clause for classified contracts,

The contracting officer shall insert the -

clause at 52.227-10, Filing of Patent

- Applications—Classified Subject
Matter, in all classified solicitations and
contracts and in all solicitations and
contracts where the nature of the work
or classified subject matter invoived in
the work reasonably might be expected

- to result in a patent application
containing classified subject matter,

SUBPART 27.3—PATENT RIGHTS
" UNDER GOVERNMENT CONTRACTS'

22.300 Scope of subpart
‘This subpart prescribes policies,
procedures, and contract clauses with
respect to inventions made in the
performance of work under a
Government contract or subcontract
thereunder if a purpose of the contract
ot subcontract is the conduct of
-experimental, developmental, or
research work, except to the extent
statutory requirements necessitate
different agency policies, procedures,.
and clauses as specified in agency
supplemental regulations.

27.301 Definitions.

“Invention,” as used in this subpart,
means any invention or discovery that is
or may be patentable or otherwise
protectable under Title 35 of the U.S.
Code.

“Made," as used in this subpart, when
used in relation to any invention. means .
the conception or first actual reduction
to practice of such invention,

“Nonprofit organization,” as used in
- this subpart. means a domestic :

university or other institution of higher
- education or an organization of the type
s gscri‘bed in section 501(c)(3} of the -

lnteﬂmjﬂlevenue Code of 1954 (28 US.C. -
501{c})) and exempt from taxation under -
sectigp501(a) of the Internal Revenue
Code (26 U.S.C. 501{a)}, or any domestic
nonprofit scientific or educational
organizatiod §Balified under a State

* “Practical application,” as used in this
subpart, means to manufacture, in the
case of a composition or praduct; to

" practice, in the case of & process or
method:; or to operate, in the case of a
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machine or system: and. in each case,
under such conditions as to establish —

- that the invention is being utilized and -
‘thal its benefits are, to the extent *

permitied by law or Government
regulations, available to the public on
reasomable terms. ‘w4 o
“Smail business firm.” as used in this
subpart, means a domestic small
business concern as defined atd5'U.S.C.
632 and implementing regulations of the.
Administrator of the Small Bustnegs .
Administration. (For the purpose of ttitd
definition, the size standard conlained
in 13 CFR 121.3-8 for small business
contractors and in 13 CFR 121.3-12 for
smal] business subcontractors will be
used. See FAR Part 19}. _
“Subject invention," as used in this
subpart, means any invention of the
contractor conceived or first actually
reduced o practice in the performance

" of work under a Government contract.

27.302 Policy.

{a} Introduction. (1) The policy of this
section is based on 35 U.S.C. Chapter 18 .
{Pub. L. 96-517), OMB Circular A-124,
and the Presidential Memorandum on
Government Patent Policy to the Heads
of Executive Departments and Agencies
dated February 18, 1983. The objectives
of this policy are to use the patent '
system to promote the utilization of
inventions arising from federally
supported research or development: to
encourage maximum participation of
industry in federally supporied research

 and development efforts; to ensure that

these inventions are used in a manner to

. promote free competition and enterprise;

to promote the commercialization and

-public availability of the inventions

made in the United States by United
States industry and labor; to ensure that
the Governmant obtains sufficient rights
in federally supported inventions to
meet the needs of the Government and
protect the public agains! nonuse or
unreasonable use of inventions; and to
minimize the costs of administering
policies in this arra.

(2) Some azincies are subject. in
whole or in Lart, t: one of the following
statutes, whicn require that information

- as to us28. products. processes, patents,

or other develnzinents “be available to
the general public™: 31 U.S.C. 668, 22
U.S.C. 2572, 80 U.5.C. 167b, 30 U.S.C.
g51(c), 30 U.S.C. 937{b}, 40 U.5.C. App.
302(e). 30 U.S.C. 1226, and 15 U.S.C.
1395(c). Such agencies shall generally
use the clauses herein allowing title to,
patents to be retained by the contractar.

-.and the related procedures.

{b) Contractor rizht to elect title.
Under the policy set forth in paragraph

~ {a} above, each ccntractor may. ‘after

disclosure to the Government as

required by the patent rights clause
included in the contract, elect to retain
title to any invention made in the
performance of work under the contract.
To the extent an agency’s statutory
requirements necessitale a different

poR&yT or different procedures and/or
contract clauses {o effectuate the policy
s#:th in paragraph (a) above, such
poncy, procedures, and clauses shall be
contained in or expressly referred to in
+thag-agency's supplement to this
subpart. In addition, a contract may
provide otherwise (1} when the contract
is for the operation of a Government- -
owned research or production facility,
{2) in exceptional circumstances when it
is determined by the agency that
restriction or elimination of the right to
retein title in any subjeet invention will
better promote the policy and objectives
of 35 U.S.C. Chapter 18 and the
Presidential Memorandum. or (3} when
it is determined by & Government
autharity which is authorized by statute
or Executive Order to conduct foreign
intelligence or counterintelligence
activities that the restriction of
elimination of the right to retain title to
any subject invention is necessary to

" protect the security of such activities. In
‘those instances when the Government

has the right to acquire title at the time
of contracting the contractor may,
nevertheless, request greater rights to an
identified invention. {See 27.304-1(a).)
The right of the contractor to retain title
shall. in any event, be subject to the
provisions of paragraphs {c) through (g}

- below unless for contracts with other

than small business or nonprofit
organizations the agency determines
before contract award that ail or
portions of these provisions may be
madiiied, waived, or omitted. {See
27.304-1(f).)

{c) Government license. The

Government shail have {unless provided

otherwise in accordance with 27.304-
1(f)) at least a nonexclusive,
nontransferable, irrevocable, paid-up
license to practice, or have practiced for
or on behalf of the United States. any .
subject invention throughout the world;
and may, if provided in the contract (see
Alternate I of the applicable patent ‘
rights clause}, have additional rights to
sublicense any foreign government or
international organization pursuant to
existing treaties or agreements
identified in the contract, and any future
treaty or agresment.

{d) Government right to receive title.
{1} The Covernment has the right lo

Teceive title to any invention if the

contract so provides pursuant to a
determination made in aceordance with
subparagraph (b){1), (2), or (3) above. In
addition, to the extent provided in the

pateni rights clause, the Government
has the right to receive title to an
invention—

(i) If the contractor has not disclosed
the invention within the time specified
in the clause; o '

{ii) In any country where the

contractor does not elect to retain rights
- or fails to elect to retain rights ta the

invention within the time specified in
the clause;

{iii} In any country where the
contractor has not filed a patent
application within the time specified in
the clause;

{iv} In any country where the
contractor decides not to continue
prosecution of a patent application, pay
maintenance fees, or defend in a

reexamination or opposition proceeding

on the patent; and/or
{v] In any country where the
contractor no longer desires to retain
title. : :
- {2) For the purposes of this paragraph,

‘election or filing in a Eyropean Patent

Office Region or under the Palent
Cooperation Treaty constitutes election
or filing in any country covered therein
to meet the times specified in the clause,
provided that the Government has the
right to receive title in those countries
not subsequently designated by the
contractor.

(e} Ltilization reports. Unless
provided otherwise in accordance with
27.304-1(f}, contracts provide that the
Government shall have the right to
require periodic reporting on the
utilization or eiforts at obtaining
utilization that are being made by the

contractor or its licensees or assignees.

Suth reportirig by small business firms
and nonprofit organizations may be
required in accordance with instructions
as may be issued by the Department of
Commerce. Agencies should proiect the

"confidentiality of utilization reports to

the extent permitted by 35 U.S.C. 205 or
other applicable laws and OMB Circular
A-124, _

(f) March-in rights. (1) With respect to
any subject invention in which a
contractor has acquired title, contracts
provide that the agency shall have the -
right {unless provided otherwise in
accordance with 27.304-1{f)) to require
the contractor, an assignee, or exclusive
licensee of a subject invention to grant a
nonexclusive; partially exclusive, or

exclusive license in any field of use to a -

respansiblie applicant or applicants,

--upon teérms that are reasonable undér

the circumstances, and if $he contractor,
assignee, cr exclusive licensee refuses
such request, lo grant such a license
itself, if the agency determines that such
action is necessary—
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{t] Because the contractor or assignee

has not taken, or is not expected to take

within a reasonable time, effective steps
to achieve practlcal application of the
subject invention in such field of use;

(ii) To alleviate health or safety needs
which are not reasonably satisfied by
the contractor, assignee, or their
licensees;

(iii} To meet requirements for publig
use specified by Federal reguiations and
such requirements are not reasonably
satisfied by the contractor, assignee. or
licensees; or

(iv) Because the agreement required
by paragraph (g} below has neither been
obtained nor waived, or because a
licensee of the exclusive right to use or
sell any subject invention in the United
States i3 in breach of its agreement
obtained pursuant tp paragraph (g)
below. .

(2) This right of the agency shail be
- exercised only after the contractor has
been provided a reasonable time to
present facts and show cause why the
proposed agency action should not be
. taken, and afforded an opportunity to

- take appropriate action if the contractor
wishes to dispute or appeal the
proposed action, in accordance with
27-304-1(g).

(g) Preference for United States
industry. Unless provided otherwise in
accordance with 27.304-1(f), contracts -
provide that no contractor which
receives title to any subject invention
and no assignee of any such contractor
shall grant to any person the exclusive
right to use or sell any subject invention
in the United States unless such person
agrees that any products embedying the
subject invention or produced through
the use of the subject invention will be
manufactured substantially in the
United States. However, in individual
cases, the requirement for such an
agreemant may be waived by the agency
upon a showing by the contractor or

. agsignee that reasonable but

~unsuccessful efforts have been made to
grant licenses on similar terms to
potential licensees that would be likely
to manufactyre substantially in the
United States or that under the
circumstances domestic manufacture is
not commercially feasible.

- [h) Minimum rights to contractor. (1)

When the Government acquires title toa
subject invention, the contractoris
normally granted a revocabie,

nonexclusive, rayalty-free license to that

invention throughout the world. The
contractor’s license extends to its
domestic subgdaanes and affiliates, if
any, within the corporate structure of
which the contractor is a part and
includes the right to grant sublicenses of
the same scope to the extent the

contractor was legally obligated to do so
at the time the contract was awarded.
The license is transferable only with the

_ ‘approval of the contracting officer

except when transferred to the
successor of that part of the contractor's
business to which the invention
pertains,

(2} The contractor’s domestic license
may be revoked or modified to the
extent necessary to achieve expeditious.
practical application of the subject
invention pursuant to an application for
an exclusive license submitted in
accordance with the applicable
provisions in the Federal Property
Management Regulations and agency
licensing regulations. This license will
not be revoked in that field of use or the

. geographical areas in which the
contractor has achieved practical
application and continues to make the
benefits of the invention réasonably
accessible to the public. The license in
any foreign country may be revoked or
modified to the extent the contractor, its
licensees, or its domestic subsidiaries or
affilidtes have failed to achieve practical
application in that country. See the
procedures at 27.304-1{e).

{i} Confidentiality of inventions. The

publication of information disclosing an ~

invention by any party before the filing
of a patent application may create a bar
to a valid patent. Accordingly, 35 U.S.C.
205 and OMB Circular A-124 provide
that Federal agencies are autherized to
withhold from disclosure to the public
information disclosing any invention in
which the Federal Government owns or -
may own a right, title. or interest
(including a nonexclusive license] for a
reasonable time in order for a patent
application to be filed. Furthermore,
Federal agencies shall not be required to
release copies of any document which is
part of an application for patent filed
with the United States Patent and
Trademark Qffice or with any foreign
patent office. The Presidential
Memorandum on Government Patent
Policy specifies that agencies should
protect the confidentiality of invention

- disclosures and patent appllcations

required in performance or in
consequence of awards to the extent
permitted by 35 U.S.C. 205 or other
applicable laws. A

27.303 Contract clauses. )

In contracts (and solicitations ﬁ
therefor) for expetimental,
developmental, or research wo t
see 27.304-3 regarding contract
construction work or architect- engmeer
services), a patent rights clause shall be
inserted as followa:

(a) (1) The contracting officer shall
insert the clause at 52.227-11, Patent

Rights-—Retention hy the Contractor
[Short Form), if all the following
conditions apply:

(1) The contractor is a small husmess
concern or nonprofit orgamzatmn as
defined in 27.301 or, except for contracts
of the Department of Defense (DOD), the
Department of Energy (DOE}, or the
National Aeronautics and Space
Administration (NASA), any other type
of contractoe.

(ii} No alternative patent rights clause
is used in accordance with paragraphs
(c) or {d] below ot 27.304-2.

(2) Ta the extent the information is nat -
required elsewhere in the contract, and
unless otherwise specified by agency
supplemental regulations. the
contracting officer may modify
paragraph (f} of the clause to tequire the
contractor to do one or mare of the

“following:

{i) Provide aerlodlc {but not more
frequently than annually] listings of ali .
subject inventions required to be _
disclosed during the period covered by
the report.

{ii} Provide a report prior to the
closeout of the contract listing all
subject inventiona or stating that there
were none.

(i} Provide notification of all
subcontracts for experimental,
developmental. or research work.

{iv) Provide, upon request, the filing
.date, serial number and title: a copy of
the patent application; and patent
number and issue date for any subject
_invention in any country in which the
_contractor has applied for patents.

" {v) Furnish the Government an _
irrevocable power o inspect and make
copies of the patent application file.

(3) If the acquisition of patent rights
for the benefit of a foreign government is
required under a treaty or executive:
agreement or if the agency head or a
desiznee determines at the time of

- contracting that it would be in the

national interest ta acquire the right to
sublicense foreign governments or

international organizations pursuant to

any existing or future treaty or
agreement, the contracting officer shall
use the claugse with its Alternate-L

{b) (1) The contracting, officer shail

/“nse;l tbe clause at 52.227-12, Patent

Righ{s-*Retention by the Coatractor
{Long Fprm), if all the following
cond{Hons apply:

{i} The contractor is other than a small -
~business figm,qr-nonprofit organization.

(i} No alternative clause is used in .

" aegordance with paragraph (¢} or {d}

below or 27.304-2.
{iii) The contracting agency is one of
"those excepted under subdivision

. (a¥1](i} above.

- -
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(2) If the acquisition of patent rights
for the beneﬁt of a fgreign goverrpn_ent 18
required under a treaty or executive
agreement or if the agency heador a
designee determines at the time of
contracting that it would be in the
national interest to acqvire’the right to
sublicense foreign governments-or
international organizations pursyant to
.any existing or future treaty or+ :
agreement, the contracting officer shail
use the clause with its Alterna wds

(¢} (1) The contracting officer shall ~
insert the clause at 52.227-13, Patent
Rights—Acquisition by the Government,
if any of the following conditions apply:

{i) No alternative clause is uvsed in .
accordance with subparagraph {c}(2) or
paragraph (d) below or 27.304-2.

(ii} The work is to be performed
outside the United States, its

- possessions, and Puerto Rico by
contractors that are not small business
firms, nonprofit organizations ss defined

' in 27.301, or domestic firms, For

purposes of this subparagraph, the

contracting officer may presume that a

- contractor is not a domestic firm unless

it is known that the firm is not foreign
owned. controlled, or influenced. {See
27.304-4(a) regarding subcontracts with

U.S. firms.}

(2) Pursuant to their statutory
requirements, DOE and NASA may
specify in their supplemental regulations
use of a modified version of the clause
at 52.227-13 in contracts with other than
small business concerns or nonprofit
organizations.

(3) If the acquisition of patent rights
for the benefits of a foreign government
is required under a treaty or executive
agreement or if the agency head ora
designee determines at the time of
contracting that it would be in the
national interest to acquire the right to
sublicerse foreign governments or
interne‘ivnal organizations pursuant to
_ any existing or future treaty or :

. agreement, the contracting officer shall
use the clause with its-Alternate 1.

{d} (1] If one of the following applies,

" 'the contracting officer may insert the
clause prescribed in paragraph (a) or {b).
above as otherwise applicable; agency

- supplemental regulations may provide

another clause and specify its use; or the
contracting officer shall insert the clause
prescribed in paragraph (c) above: :

(i} The contract is for the operation of
a Government-owned research op
production facility.

(ii) There are exceptional
circumstances and the agency head
- determines that restriction or

elimination of the right to retain title to
any subject invention will better

* promote the policy gnd objectives of

Chapter 18 of Title 35 of the United

States Code.
(iii) It is determined by a Government

"authority which is authorized by statute

or executive order to conduct foreign
intelligence or counterintelligence :
actiitfks that restriction or elimination
of the right to retain any subject

i tion is necessary to protect the
seftrity of such activities.

- {2) Any determination under
suhdivision {1){ii) above will be in
writing and accompanied by a written
staternent of facts justifying the
determination. The statement of facts
will contain such information as the
agency deems relevant and, at a
minimum, will (i) identify the
organization involved, (it) describe the

‘extent to which agency .action restricted

or eliminated the right to retain title to a
subject invention, (iii) state the facts
and rationale supporting the agency
action, (iv) provide supporting
documentation for those facts and

- rationale, and (v) indicate the nature of

any objections to the agency-sction and
provide any documentation in which

those objections appear. In the case of
" contracts with small business concerns

or nanprofit organizations, a copy of
each such determination and writien
statement of facts will be sent to the
Comptroller General of the United
States within 30 days after the award of
the applicable funding agreement. In the
case of contracts with small business
concerns, copies will also be sent to the
Chief Counsel for Advocacy of the Small
Business Administration.

{e) To qualify for the clause at 52.227-
11, a prospective contractor may be
required by the agencies excepted under
subdivision (a){1){i) above to certify that
it is either a small business firm or a
nonprofit organizaticn. If one of these

- pgencies has reason to question the

status of the prospective contractor, the
agency may file a protest in accordance

. with 13 CFR 121.3-5 if small business

firm status is questioned or require the
prospective contractor to furnish
evidence of its status @s a nonprofit
organization.

- (f) The Alternates to the clauses at

- 52.227-11, 52.227-12, and 52.227-13, as

applicable, may be modified by deleting
the reference to future treaties or
agreements or by otherwise more
narrowly defining classes of future

. trcaties or agrecments. It may also be

modified to make clear that the rights
granted to the foreign government or
international organization may be for
additional rights beyond a license or
sublicense if so required by the
applicable treaty or international
agreement. For example, in sume caseg

exclusive licenses or even assignment of

title in the foreign country involved
might be required. In additior, the

Alternate may be modified to provide

for direct licensing by the contractor of -
the foreign government or international
organization. : '

27304 Procedurss,

- 27.304-1 General,

(a} Greater rights determinations.
Whenever the contract contains the
clause at 52.227-13, Patent Rights—
Acquisition by the Government, the
contractor {or an employee-inventor of
the contractor after consultation with

- the contraclor) may request greater

rights to an identified invention within

“the period specified in such clavse.

Requests for greater rights may be
granted if the agency head or designee
determines that the interests of the
United States and the general public will -
be better served thereby. In making such
delerminations, the agency head or
designee shall consider at least the
following objectives:

(1) Promoting the utilization of -
inventions arising from federally
supported research and development.

(2) Ensuring that inventions are used
in a manner to promote free competition
and enterprise.

{3) Promoting public availability. of
inventions made in the United States by -
United States industry and labor.

- (4) Ensuring that the Government
obtains sufficient rights in federslly-
supported inventions to meet the needs
of the Government and protect the

- public against nonuse or unreasonable

use of inventions. _
{b) Retention of rights by inventar, 1§
the contractor does not elect to retain
title to a subject invention, the agency
may consider and, after consultation

-with the contractor, grant requests for

retention of rights by the inventor.
Retention of rights by the inventor will
be subject to the conditions in
paragraph (d) [except subparagraph

(d)(1}). subparagraph {f)(4}, and

peragraphs (h), (i), and {j] of the
applicable Patent Rights—Retention by
the Contractor clause.

(¢) Government assignment to
contractor of rights in Goverament
employees’ inventions. When a
Gevernment employee is a coinventor of

A4n invention made under & contract with

a small business firm or nonprofit
organization, the agency employing the
coinventor may transfer or reassign
whatever right it may acquire in the
subject invention from its employee to
the contraclor, subject to the conditions -
of 35 U.S.C. Chapter 18 and OMB -
Circular A-124. : .
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(d} Additional requirements. (1) I it is
desired to have the right to require any
of the following, the contract shall be
modified to require the contractor to do-
one ar more of the following:

{i) Provide pericdic {but not more
frequently than annually) listings of all
subject inventions required to be
disclosed during the period covered by
the report.

(ii} Provide a report prior to the
closeout of the contract listing all
subject inventions or stating that there
were none. '

(iii) Provide notification of all
subcontracts for experimental,
developmental. or research work.

(iv) Provide upon request, the filing
date. serial number and title: a copy of
the patent application; and patent
number and issue date for any subject
invention in any country in which the
contractor has applied for patents.

.{v} Furnish the Government an

"irrevocable power to inspect and make
copies of the patent application file.

(2} To the extent provided by such
modification (and awtomatically under
the terms of the clauses at 52.227-12 and
=13}, the contracting officer may require
the contractor to—

{i) Furnish a copy of each subcontract
containing a patent rights clause (but if
a copy of a subcontract is furnished
under another clause, a duplicate shall
not be requested under the patent rights
clause};

{ii) Submit interim and final invention
reports listing subject inventions and
notifying the contracting efficer of all
subcontracts awarded for experimental,
developmental, or research work;

- {iii) Submit information regarding the
filing date, serial number and title, and,
upon request, a copy of the pateat

. application, and patent number and
issue date for any subject invention in
any country for which the contractor has
retained title; and

" [iv) Submit periodic reports on the
utilization of a subject invention or on
efforts at obtaining utilization that are
being made by the contractor or its
licensees or assignees.

{3) The contractor is required to

" deliver to the contracting officer an
instrument confirmatory of all rights to

_which the Government is entitled and to

furnish the Government an irrevocable
power to inspect and make copies of the
" patent application file. Such delivery
should normally be made within 8
months after filing each patent
application, or within 8 months after
submitting the invention disclosure if the
application has been previously filed.
(e} Revocation or modification of
contractor's minimum rights. Before
revocation or modification of the

" contractor's license in accordance with

27.302{h)(2), the contracting officer will
Furnish the contractar a written notice of
intention to revoke or modify the
license, and the contractor will be
allowed 30 days {or such other time as
may be authorized by the contracting
officer for good cause shown by the
contractor} after the notice to show
cause why the licenise should not be
revoked or modified. The contractor has
the right to appeal. in accordance with -
applicable provisions in the Federal
Property Management Regulaticns and
agency licensing regulations, any
decisions concerning the revocation or
modification.

(f) Modification, waiver. or omission
of rights af the Government or
obligations of the contractor. (1) In
contracts not subject to 35 U.S.C.
Chapter 18, an agency may modify,
waive, or omit, in whole or in part, any
of the rights of the Government or
obl:gatlons of the contractor described
in 27.302(c) through (h) if the agency
head or designee determines at the time
of contracting (i} that the interests of the
United States and the general public will
be better served thereby as, for
example, where this is necessary to
obtain a uniquely or highly qualified
contractor, or {ii} that the contract
involves cosponsored, cost sharing, or -
joint venture research and development,

and the contractor, cosponsor, or joint

venturer is making a substantial
contribution of funds, facilities, or
equipment to the work performed under
the contract.

(2) Any modification, waiver, or
omission of the rights of the Government
shall be in writing and accompanied by
a written statement of facts justifying
the determination. Inasmuch-as these
rights are normally considered the
minimum rights necessary {o protect the
interests of the United States and the
general public under the policy and
objectives of 27.302(a)(1), such
statement must specifically—

(i) Describe the extent tq which the
Government's rights are to be modified,
waijved, or omitted;

{ii) State the facts and rationale for
surr.-lh medification, waiver, or omission;
an

(iii) Include a statement as to why the
interests of the United States and the
general public will be better serve
such modification, waiver, or omission -
under the policy and objectives %

on

T 27, 302(aj(1), with particular emp

(A) ensuring that the Government
obtains sufficient rights to meet its
needs competitively and at the lowest
cost when relinquishing the
Government's royalty-free license rights,
{B} protecting the pubilc against nonuse

ar unreasonable use of inventions
arising aut of the contract when
relinquishing march-in rights intended to
prevent suppression of such inventions
and to assure their availability to mest
health or safety needs or regulatory
requirements, and (C) promoting the
public availability of such inventions
through commercialization by United
States industry and labor.

(8) Exarcise of march-in rights. The -

‘following procedures shall govern the

exercise of the march-in rights set forth
in 35 U.5.C. 203, paragraph (j} of the
Patent Rights—Retention by the
Contractor clauses, and subdivision
{c)(1}ii) of the Patent Rights—

" Acquisition by the Government clause:

{1} When the agency receives
information that it believes might
warrant the exercise of march-in nghts
before initiating any march-in
proceeding in accordance with the
procedures of subparagraph (2) belaw, it
shall'notify the contractor in writing of
the information and request informal
written or oral comments from the
contractor. In the absence of any

-comments from the contractor within 30

days the agency may, at ils discretion,
initiate the procedures below. If a
comment is received, whether or not
within 30 days, then the agency shall,
within 60 days after it receives the
comment, either initiate the procedures
below or notify the contractor. in
writing, that it will not pursue march-in
rights based on the information about
which the contractor was notified.

(2} A march-in proceeding shall be
initiated by the issuance of a written
notice by the agency head or a designee
to the contractor and its assignee or

exclusive licensee, as applicable, stating

that the Government has determined to
exercise march-in rights. The notice
shall state the reasons for the proposed

-march-in in terms sufficient to put the

contractor on notice of the facts upon
which the action is based. and shall
specify the field or fields of use in which
the Government is considering requiring

- licensing. The notice shall advise the

contractor, assignee, or exclusive
Jjpensee of its rights as set forth in 33.011 -
and i supplemental agency
regulations or procedures. The
determigtation {0 exercise march-in

rights shall be made by the contracting
officer, as a final decision for purposes

of the Contrdct Disputes Act in

.accordance with 33.011.

{3) These procedures shall also apply
to the exercise or march-in rights
against inventors receiving title to
subject inventions under 35 U.S.C. 202(d)
and, for that purpose, the lerm
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“contractor” ag used herein shall be
deemed to include the inventor.

(4) The contractor. assignee. or
exclusive licenaee will not be required
to grant a license and the Government
will not grant any license uatil after
either (i) 90 days from the date of the
contractor’s receipt of the contracting
officer's decision. if no appeal afthe -
decision has been made to a Board of
Contract Appeals and if no actisndias
been brought under 41 U.S.C. 669 Withid*
‘that time, or (ii) the board or court has
made a final decision, in cases when an
appeal or action has been brought
-within 90 days of the contracting
officer's decision.

(h} Licenses and assignments under

- contracts with nonprofit organizations.
If the contractor i & nonprofit .
organization, the clause at 52.227-11.

" provides that certain contractor actions
require agency approval, as specified
below. Agencies shall provide :
procedures for obtaining such approval.

{1) Rights to a subject invention in the
United States may not be assigned
without the approval of the contracting
agency, except where such assignment -

"is made 1o an organization which has as
-one of its primary functions the
management of inventions and which is
not, itself, engaged in or does not hold a
substantial interest in other
organizations engaged in the
manufacture or sale of products or the
use of processes that might utilize the

- invention or be in competition with
embodiments of the invention (provided

" that such assignee will be subject to the
same provisions as the contractor).

{2) The contractor may not grant
exclusive licenses under United States
patents or patent applications in subject

. inventions te persons other than small

busiress firms for a period in excess of

the ez i=r of—

(i) Five years from first commercial
sale or use of the invention; or

(i) Eight y=ars from the date of the
exclusive license excepting that time
before regulatory agencies necessary to

obtain premarket clearance, unless on a

* case-by-case basis the contracting

agency approves a longer exclusive

" license. If exclusive field of use licenses

are granted, commercial sale or use in
one fizld of use wiil not be deemed

-~ commercial sale or use as to other fields
of use, and a first commercial sale or
use with respect to a product of the
invention will not be deemed to end the
exclusive period 1o different subsequent
‘products covered by the invention.

27.304-2 Contracts picced by or for other
Government sgenclex.

The following procedures apply unless
agency agreements provide otherwise:

{a) When a Govermnment agency

requests another Government agency lo

award 8 coniract on its behalf, the

. request should explain any special

circumstances surrounding the contract
andgpecify and furnish the patent rights
clause to be used. Normally, the clause
will be in accordance with the policies
arMprocedures of this subpart If,
however, the request states that a clause
of the requesting agency is required (e.g.,

eczuse of statutory requirements, a
deviation, or exceptional circumstances)
that clause shall be used rather than
those of this subpart

(1} If the request states that an agency
clause is required and the work tc he
performed under the contract is not
severable and is funded wholly or in
part by the agency, then that agency
clause and no other patent rights clause
shall be included in the contract.

(2} If the request states that an agency
clause is required, and the work to be
performed under the contract is
severable and is only in part for the
requesting agency, then the work which
is on behalf of the requesting agency-
shall be identified in the contract, and
the agency clause shall be made
applicable to that portion. In such
situations, the remaining portion of the
work (for the agency awarding the
contract) shall likewise be identified
and the appropriate patent rights clause
(if required) shall be made applicable to
that remaining portion.

(3} If the request states that an agency
clause is not required in any resulting
contract, then the appropriate patent
rights clause shall be used, if a patent
rights clause is required.

{b) Where use of the specified clause.
or any modification, waiver, or omission

of the Government's rights under any ; .

provisions therein, requires a writien
determination, the reporting of such
determination, or a deviation. if any
such acts are required in accordance .
with 27.303{d){2), 27.304-1(f){2), or 1.4, it

" shall be the responsibility of the

requesting agency to make such
determination, submit the required
reports, and obtain such deviations. in
consultation with the contracting -
agency, unless otherwise agreed
between the contracting and requesting
agencies. However, a deviation to a
specified clause of the requesting
agency shall not be made without prior
approval of that agency.
{c) The requesting agency may

‘require, and provide instructions
regarding. the forwarding or handling of
any-invention disclosures or other .
reporting requirements of the specified
clauses. Normally the requesting agency
shall be responsible for the handling of
any disclosed inventions, including the

filing of patent applications where the
Government receives title, and the

custody. control, and licensing thereof,
unless provided otherwise in the =
instructions or other agreements with:

~ the contracting agency.

27.304-3 Contracts for construction work
or architect-angineer services.

(a) If a.solicitation or contract for
construction work or archiiect-engineer
services has as a purpose the
perfarmance of experimental,
developmental, or research work or test
and evaluation studies invelving such
wark and calls for, or can be expected
to involve, the design of 8 Government
facility ar of novel structures, machines,
products, materials, processes, or
equipment {including construction
equipment), it shall include a patent
rights clause selected in accordance
with the policies and procedures of this
Subpart 27.3. .

{b) A solicitation or contract for
construction work or architect-engineer
services that calls for or can be .

" expected to involve only "standard

types of construction” to be built by
previously developed equipment,
methods, and processes shall not
include a patent rights clause. The term
“standard types of construction” means
construction in which the distinctive
features, if any, in all likelihood will
amount to no more than—

[1) Variations in size, shape, or
capacity of oiherwise structurally
orthodex and conventionally acting
structures or structural groupings; or

{2) Purely artistic or esthetic (as
distinguished frem functionally

‘significant] architectural configurations
and designs of both structural and
nonstructural members or groupings,
which may or may not be sufficienily
novel or meritorious to qualify for
design protection under the design
patent or copyright laws. '

'27.304-4 Subcontracts.

{2) The policies and procedures
covered by this subpart apply to all-
contracts at any tier. Hence, a :
contractor awarding a subcontract and a
subcontractor awarding a lower-tier
subcontract that has as a purpose the
conduct of experimental, developmental.
or research work is required to ‘
determine the approprizate patent rights
clause to be included that is consistent
with these policies and procedures.
Generally. the clause at either 52.227-11,
52.227-12, ar 52.227-13 is to be used and
will be so specified in the patent rights
clause contained in the higher-tier
contract, but the contracting officer may
direct the use of a particular patent
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rights clause in any lower-tier contract
in accordance with the policies and
_procedures of this subpart. For instance;
when the clause at 52.227-13 is in the

piime contract because the work is to be-

performed overseas, any subcontract
" with a nonprofit arganization would
contain the clause at 52.227-11.

{b} Whenever a prime contractoror a
subcontractor considers the inclusion of
‘a particular clause in a subcontract to
be inappropriate or a subcontractor
refuses to accept the proffered clause,
the matter shail be resolved by the
agency contracting officer in
consultation with counsel.

{c) It is Government policy that
contractors shall not use their ability to
award subcontracts as economic
leverage to acquire rights for themselves
in inventions resulting from
subcontracts.

27.304-5 Appeals,

(a) The agency official tnitially
authorized to take any of the following
actions shall provide the contractor with
a written statement of the basis [or the
action at the lime the action is taken,
including any relevant facts that were
relied upon in taking the action: -

{1) A refusal to grant an extension to
the invention disclosure period under
subparagraph {c)(4) of the clauses at
52.227-11 and 52.227-12.

{2} A request for a conveyance of title -
to the Government under 27.302(d)(1)(i) -

through {v].

(3) A refusal to grant a walver under
27.302(g). Preference for U.S. Industry.

{4) A refusal to approve an
assignment under 27.304-1(h)(1).

{5) A refusal to approve an extension
of the exclusive license period under
27.304-1(h)(2).

(b} Each agency shall establish and
publish procedures under which any of
the agency actions listed in paragraph
- {a} above may be appealed to the head

‘of the agency or designee. Review at this

level shall consider both the factual and-
legal basis for the action and its
consistency with the policy and

" objectives of 35 U.S.C. 200-206 and this
subpart.

{c) Appeals procedures established
under paragraph (b} above shall inciude
administrative due process procedures -
and standards for fact-finding at least
comparable to those set forth in Part
13e-g of OMB Circular A-12¢4 whenever
there is a dispute as to the factual basis
for an agency request for a conveyance
of title under 27.302(d}(1}{i) through (v)
including any dispute as to whether or
not an invention is a subject inventioa.

{d] To the extent that any of the
actions described in paragraph (a)
above are subject to appeal under the

Contract bisputes Act, the procedures

- under that Act will satisfy the

requirements of paragraphs (b) and {c}

"above.

27.305 Administration of patent rights
clauses. )

27.305-1 Patent rights follow-up.

(a) It is important that the
Government and the contractor know
and exercige their rights in inventions
conceived or first actually reduced to
practice in the course of or under
Government contracts in order to ensure
their expeditious avaitability to the
public and to enable the Government,
the contractor, and the public to avoid -
unnecessary payment of royalties and to
defend themselves against claims and
suits for patent infringement. To attain
these ends, contracts having a patent
ruilghts clause should be so admiristered

ab—

{1) Inventions are identified,

-disclosed, and reported as required by

the contract, and elections are made;

{2) The rights of the Government in
such inventions are established:

(3) Where patent protection is-
appropriate, patent applications are
timely filed and prosecuted by
contractors or by the Government:

(4) The rights of the Government in
filed patent applications are
documented by formal instruments such
as licenses or assignments: and

{5) Expeditious commercial utilization
of such inventions is achieved.

(b} If a subject invention is made _
under funding agreements of more than
one agency, at the request of the
contractor or on their own initiative, the
agencies shall designate one agency as
responsible for administration of the
rights of the Government in the

- invention.
. 21,3052 Follow-up by contractor.

(a) Contractor procedures. If required

‘by the applicable clause, the contractor
-shall establish and maintain effective

procedures to ensure its patent rights
obligations are met and that subject
inventions are timely identified and

. disclosed, and when appropriate, patent

applications are filed.

(b) Contractor reports. Contractord”
shall submit ali reports required by the
patent rights clause to the conu-actiﬂ .
officer or other representative
designated for such purpose in the
contract. Agencies may, in their,
implementing instructions, provide
specific forms for use on an optional
basis for such reporting.

27.305-3 Follow-up by Government.
(a) Agencies shall maintain
appropriate follow-up procedures to

pratect the Government’s interest and to.
check that subiject inventions are

" identified and disclosed, and when

appropriate, patent applications'are
filed, and that the Covernment's rights
therein are established and protected.
Follow-up activities for contracts that
include a clausa referenced in 27.304-2
shall be coordinated with the
appropriate agency.

{b) The contracting officer
administering the contract {or other
representative specifically designated in
the contract for such purpose) is
responsible for recenng invention
disclosures, reports, confirmatory
instruments, notices, requests, and other
documents and information submitted
by the contractor pursuant to a patent
rights clause. If the contractor fails to
furnish documents or information as
called for by the clause within the time
required, the contracting officer shall
promptly request the contractor to
suppty the required documents or
information and, if the failure persists,
shall take appropriate action to secure
compliance. Invention disclosures,
reports, confirmatory instruments.
notices, requesta, and other documents
and information relating to patent rights
clauses shall be promptly furnished by
the contracting officer administering the
contract (or other designee]) to the
procuring agency or contracting activity
for which the procurement was made for
appropriate-action.

(cj Contracting activities shall
establish appropriate procedures to
detect and correct failures by the
contractor to comply with its obligations. -
under the patent rights clauses, such as
failures to disclose and report subject
inventions, both during and after
contract performance. Ordinarily a
contractor should have written
instructions for its employees covering
“ compliance with these contract
obligations. Government effort to review
and correct contractor compliance with -
its patent rights obligations should be
directed primarily towards contracts
that, because of the nature of the
research, development, or experimental
work or the large dollar amount spent

er"wcu‘k. are more likely to result
u: sub] t inventions significant in
numbe,r or quality, and towards
contrdcts when there is reason to
believe the contractors may not be
complying witlrtheir contractual
obligations. Other contracts may be
“reviewed using a spot-check method, as-
feasible. Appropriate follow-up
procedures and activities may inciude
the investigation or review of selected
contracts or contractors by those
qualified in patent and technical matters
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to detect failures to comply with
contract obligations.

. {d} Follow-yp activities should
include, where appropriate, use of
Government patent personnel—

(1) To interview agency technical
personne] to identify novel *
developments made in contracts;

{2] To review technical reports . _
submitted by contractors vi-zth cafnizant
agency technical personnel; .

(3} 'f!fo check tluf Official Gazeftefpf
the United States Patent and Trademaik¥
Office and other sources for patents

- issued to.the contractor in fields related
" to it Government contracts; and

(4) If additional information is

' required, to have cognizant Government |

personnel interview contractor
personnel regarding werk under the
contract involved, observe the work on

_site, and inspect laboratory notebooks

and other records of the contractor
related to work under the contract.

{e} If it is determined that a contractor
or subcontractor does not have a clear
understanding of the rights and
obligations of the parties under a patent

- rights clause, or that its procedures for

complying with the clause are deficient,

.a post-award orientation conference or -

letter should ordinarily be used to
explain these rights and obligations [see
Subpart 42.5). When a contractor fails to

- establish, maintain, or follow effective

procedures for identifying, disclosing,
and. whken appropriate, filing palent

- applications on inventicns {if such

procedures are reguized by the patent

‘rights clause), or after appropriate notice

fails to correct any deficiency, the
contracting officer may require the
coniractor io make available for

_examination books. records, and
documents relaiing to the contractor's

inventicas in the same field of

" technolcgy as the coniract effort to

enable a datermination of whether there
are such inventions and may invoke the
withheclding of pavments provision [if
any] of ths claves. The withholding of
paymen!s rnoavisien (ifany) of the patent
rights ciz2use or of any other contract

" . cluuse may «lso Le invoked if the
- contractur faiis to disclose a subject
‘invention. S!gnificant or repeated

failures by d coniractor to comply with
the patent rights obligation in its

- contracts shall ba documented and

mad~ 2 part of the general file (see
4801, :(3}).
27.305-4 Conveyance of invention rights
acquired by the Governmant

(a) Agencies are responsible for those
procedures necessary to protect the
Government's interest in subject.
inventions. When the Government
acquires the entire right, title, and

interest in an invention by contract, this
is normally accomplished by an
assignment' either from each inventor to
the contractor and from the contractor

to the Government, or from the inventer

10 theJgpvernment with the consent of
the &offiractor, so that the chain of litle
from the inventor to the Governtment is

"clebdly established. When the

Government's rights are limited to a
licenge, there should be a confirmatory
instfument to that effect.

(b} The form of conveyance of title
from the inventor to the contractor must
be legally sufficient to convey the rights
the conlractor is required to convey to
the Government. Agencies may, by
supplemental ingtructions, develop :

. suitable assignments, licenses. and other
papers evidencing any rights of the

Government in patents or patent
applications, including such instruments
as may be required to be recorded in the
Statutory Register or documented in the
Covernment Register maintained by the
U.S. Patent and Trademark Office

- pursuant to Executive Order 9424,

February 18, 1944.

27.305-8 Publication or release o
invention disclosures, N

(a) In accordance with the policy at
27.302(i), to protec! their mutual
interests, contractors and the
Government should cooperate in
deferring the publication or release of
invention disclosures until the filing of
the first patent application, and use their
best efforts to achieve prompt filing
when publication or release may be
imminent. The Government will, on its
part and to the extent authorized by 35
U.S.C. 295, withhold from disclosure to
the public any invention disclosures
reported under the patent rights clauses

of 52.227-11, 52.227-12, or 52.227-13 for a
.reasonable time in order for patent

applications ta be filed. The pelicy in
27.302(i) regarding protection of
confidentiality shall be followed.

-(b) The Government will also use
reasonable efforts to withhold from
disclosure to-the public for a reasonable.
time other information disclosing a
reported invention included in any data
delivered pursuant to contract
requirements; provided, that the
contractor notifies the agency as to the
identity of the data and the invention lo
which it relates at the time of delivery of
the data. Such netification must be to
both the contracting officer and any

. patent representative to which the

invention is reported, if other than the
contracting oificer.

27.3G8 Licansing background patent
rights to third parties.

(a} A contract with a small business:
firm or nonprofit organization will not:’
contain a provision ailowing the -
Government to require the licensing to
third parties of inventions owned by the
contractor that are not subject
inventions unless such provision has
been approved by the agency head and
written justification has been signed by

-the agency head. Any such provision

will clearly state whether the licensing .
may be required in connection with the
practice of a subject invention, a
specifically identified work object, or
hoth. The agency head may not delegate
the authority to approve sach provisions
or to sign justifications required for such
provisions.

{b) The Government will not require
the licensing of third parties under any
such provision unless the agency head
determines that the use of the invention
by athers is necessary for the practice of
a subject invention or for the use of a ‘
work object of the contract and that .
such action is necessary to achieve the
practical application of the subject
invention or work object. Any such
determination will-be on the record after

‘an opportunity for a hearing, and the

contractor chall be given notification of
the determination by certified or
registered mail. The notification shall
include a statement that any action ™ -
commenced for judicial review of such
detlermination must be brought by the
contracior within 60 days after the
notification.

" SUBPART 27.4—RIGHTS iN DATA AND -

COPYRIGHTS

27.401 General.

Itis necessary for Government
departments and agencies, in order to
carry out their missions and programs,

'to acquire or obtain access lo many

kinds of data developed under or used
in performing their contracts.-Such data
are required in order to obtain
compelition among suppliers; to meet
acquisition needs: to ensure logistic

_support; to fulfill certain responsibilities
for disseminating and publishing the

results of their activities: to ensure
appropriate use of the results of
research, development, and
demonstration activities; and to meet
other programmatic and statutory
requirements. At the same time, the
Gavernment recognizes that its
contractors may have a property right or
other valid economic interest in certain

.data resulting from private investment,

and that the protection from
unauthorized use and disclosure of this
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data, and other data made available to
the Government for use. is required in
.order to preclude the compromise.of
such property right or econotnic interest,
jeopardizing the contractor's commercial
pasition, and impairment of the
Government's ability to obtain access to
or use of such data. Protecting this data
is therefore necessary to encourage
qualified contractors to participate in
Government programs and apply .
innovative goncepts to such programs.
Specific agency regulations shall be
framed in light of the above
. considerations to strike a balance
between the Government's need and the
contractor’s economic interest.
SUBPART 27.5--RESERVED

SUBPART 27.6—FORZIGN LICENSE
AND TECHNICAL ASSISTANCE
AGREEMENTS

é?.sm General.

Agencies shall provide all necessary

. rules and regulations as are required for
the proper application of the laws and
policies of the U.S. Government
regarding—

{a) Elimination in agreements between
domestic concerns and forzign
governments or foreign concerns of
charges for the use of patents in which
the U.S. Government has a royalty-free
license or of charges in agreements for
the use of data that the U.S, Cévernment-

_has a right to use and disclose to others,
that is in the public domain, or that was
acquired by the U.S. Government with
the unrestricted right to use, duplicate,
or disclose and to have or permit others
todoso; -

(b} Foreign license and technical .
assistance agreements between the U.S.
Covernment and United States domestic
concerns:

{c) Guidance on negotiating contract
prices and terms concerning patents and
data, including royalties, in contracts
between the U.S. Government and a
for;;gn govemment or foreign concern;
an

{d) Regulations and guidance on
controls on the exportation of data
relating to certain designated items,

“such as arms or munitions of war, and
guidance on reviews of agreements
involving such data (see 22 CFR [24}.

PART 31—CONTRACT COST
- PRINCIPLES AND PROCEDURES

© 31.205-18 [Amended]}

18. In subsection 31.205-18, .
paragraphs (c}(1){i} and {c){1}{v]) are
amended by changing “$4 million" to
read "$4.400,000", and paragraph
(c)(1)(ii) is amended by ¢hanging
“$500.000" to read “$550,000".

PART 52—SOLICITATION
PROVISICNS AND CONTRACT
‘CLAUSES

17. The table of contents for Part 52 is
amended by adding the following
entries:

- - * L} L]

§2.227-1 Authorization and Cengsent.
§2.227-2 Notice and Assistance Regarding
Patent and Copyright Infringement.

§2.227-3 Patent Indemnity.

52.227-4 Patent Indemmly——-Construction
Contracts.

52.227-5 Waiver of Indemnity,

. 52.227-8 Royalty Information.

52.227-7 Patents—Naotice of Government
Licensee.

52.227-8 Reporting of Royalties {Foreign).

52.227-3  Refund of Royalttes.

52.227-10 Filing of Patent Applications-—
Classified Subject Matter.

52.227-11 Patent Rights-—Retention by the
Contractor (Short Form).

'52.227-12  Patent Rights—Retention by the

Contractor (Long Farm).

52.227-13 Patent Rights—Acquisition by the
Government.

[ * « - .

Authority: 40 U.S.C. 488(c): Chapter 137, 10
U.S.C.; and 42 11.8.C. 2453{c).

18, The titles and text of subsections

. .52.22240 through 52.222-44 are removed

and reserved. )
19. In paragraph (b) of the contract

clause at subsection 52.225-9, the last

sentence is revised to read as follows:

5§2.225-9 Buy American Act—Trade
Agreements Act—Balance of Payments
Program.

(b} * * *"Contractors may not supply
a foreign end product with a total value
of $161,000 or more unless the foreign
end product is a designated country end
product {see FAR 25.401), or unless a
waiver is granted under section 302 of
the Trade Agreements Act of 1979 (see
FAR 25.402(b)).

- L « L]

5?.227 [Removed]
20. Section 52.227 [Reserved] is

removed. o
21. Subsections 52.227-1 through

52.227-13 are added to read as follows: -
' 52.227-1 Authorization and Consent.

As prescribed at 27.201-2(a), inserfthe

~ following clause:

AUTHORIZATION AND CONSE
(APR 1984)
" {a) The Government authorizes and
consents to all use and manufach
performing this contract or any

subcontract at any tier, of any invention

described in and covered by a United
States patent (1) embodied in the
structure or composition of any article

_ the delivery of which is accepted by the

Government under this contract or (2)
used in machinery, tools, or methods
whose use necessarily results from
compliance by the Contractor or a
subcontractor with (i} specifications or
written provisions forming a part of this
contract or (ii) specific written
instructions given by the Contracting
Officer directing the manner of
performance. The eatire ljability to the
Government for infringement of a patent

.of the Urited States shall be determined

salely by the provisions of the indemaity
clause, if any, includad in this contract
or any subcontract hereunder (including
any lower-tier subcontract), and the
Government assumas liability for all
other infringement to the extent of the
authorization and consent hereinabove -
granted.

(b) The Centractor agrees to mclude.
and require inclusicn of this clause.
suitably modified to identify the parties,
in all subcontracts 4t any tier for
supplies or services (including
construction. architect-engineer
services, and materials, supplies,
models, samples, and design or testing
services expected to exceed $25,000
however, omission of this clause from
any subcontract, under or aver $25.000,
does not affect this authorization and
consent,

(End of clause) {R 7-103.22 1931 JAN)

Alternate I (APR 1984). The following

" is substituted for paragraph (a} of the

clause:
(a) The Government authorizes and

_consents to all use and manufacture of

any invention described in and covered -
by a United States patent in the
performance of this contract or any
subcontract at any tier.

(R 7-302.21 1964 MAR)

" Alternate {f (APR 1984). The following .

is substituted for paragraph (a} of the
clause:

(a) The Government authorizes and
consents to all use and manufacture in
the performance of any order at any tier
or subcontract at any tier placed under
this contract for communication services
and facilities for which rates, charges,
and tariffs are not established by a
%vemment reg‘ulatury body, of any

described in and cavered by a
Umted tates patent (1) embodied in the
structygs or composition of any article
the d WI’ ery of which is accepted by the
Government under this contract or (2)
used in machinegy, tools, or methods
whose use necessarily resuits from

‘tompliance by the contractor or a

subcontractor with specifications or
written provisions forming a part of this -
contract or with specific written
instructions given by the Contracting
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Officer directing the manner of
Performance.
(R 7-1702.5(s) 19721 AFR)

§2.227-2 Notice and Assistance
- Regarding Patent and Copyright

Infringement. e &
As prescribed at 27.202-2, insert the
ollowing clause:

NOTICE AND ASSISTANCE REGARD-
ING PATENT AND COPYRIGHT IN-
FRINGEMENT (APR 1984) £ -5,
(a) The Contractor shall report fo the

" Contracting Officer. promptly and in
reasonable written detail, each notice or

claim of patent or copyright .

. infringement based on the performance
of this contract of which the Contractor

has knowledge. L
{b) in the event of any claim or suit

egainst the Government on account of

. any aileged patent or copyright
infringement arising out of the
performance of this contract or out of

the use of any supplies furnished or

work or services performed under this

contract, the Contractor shall furnish to
the Government, when requested by the

Contracting Officer, all evidence and

. information in possession of the

Contractar pertaining to such suit or

" elaim. Such evidence and information

shall be furnished at the expense of the

Government except where the

- Contractor has agreed to indemnify the

Government.

. (c) The Contractor agrees to include;

and require inclusion of, this clause in

all subcontracts at any tier for supplies

. or services [including construction and

" architect-engineer subcontracts and

those for material, supplies, models,

samples, or design or testing services)

. expected to exceed the dollar amount

_"set forth in 13.000 of the Federal
Acquisition Regulation [FAR).

" (End of clause) (R 7-103.23 1965 JAN}

£2.227-3 Patent indemnity.
Insert the following clause as

prescribed at 27.203-1(b), 27.203-2(a), or

" 27.203-4{a)(2)as applicable;
© PATENT INDEMNITY (APR 1984)
{a) Tk Contractor shall indemnify the

Covemment and its officers, sgents, and

_ employees against liability, including
casts, for infringement of any United

- Siates patent (except a patent issued
upon an application that is now or may
kereafter be withheld from issue
pursuant to a Secrecy Order under 35
U.5.C. 181) arising out of the

. manufacture or delivery of supplies, the

. performance of services, or the

construction. alteration, medification, or

repair of real property (hereinafter

. referred to as “construction work")

under this contract, or out of the use or

disposal by or for the account of the

Government of such supplies o
construction work. o

{b) This indemnity shall not apply
unless the Contracter shall have been
informed as soon as practicable by the
Goverpment of the suit or action alleging
suclFilfringement and shall have been
given such opportunity as is afforded by
a ble laws, rules, or regulations to
participate in its defense. Further, this
indemnity shall not apply to (1) an
infringement resulting from compliance
with specific writlen instructions of the

Contracting Officer directing a change in.

the supplies to be delivered or in the
materials or equipment to be used, or
directing a manner of performance of
the contract not normally used by the
Contractar, [2) an infringement resulting

. from addition to or change in supplies or

components furnished or construction
work performed that was made ’
subsequent to delivery or performance,
or {3) a claimed infringement that is
unreasonably settied without the
consent of the Contractor; unless
required by final decree of a court of
competent jurisdiction. '

{End of clause) {R 7-104.5 1975 JUN}

Alternate I (AFR 1984). The following
paragraph (c} is added to the clause:

{c) This patent indemnification shall
not apply to the following items:

[Contracting Officer list and/or identify
the items to be excluded from this
indemnity}

(R 7-104.5{a} 1964 SEP)

Alrernate I [APR 1984). The following
paragraph {c) is added to the clause:

(a} This patent indemnification shall
cover the following
items:
[List and/or identify the items to be in-

cluded under this indemnity} {R 7-

104.5(a} 1964 SEP)

Alternate Il (APR 1984). The
following paragraph is added to the
clause: ‘

{ ) As to subcontracts at any tier for
communication service, this clause shall

-apply only to individual communication

service authorizations over $5.000 issued
under this contract and covering those
communications services and facilities
{1) that are or have been soid or offered
for sale by the Contractor to the public,
{2) that can be provided over
commercially available equipment, or
(3] that involve relatively minor
modifications. '

(R 7-1701.10 1971 APR)

52.227-4 Pgtent Indemnity—-Construction
Contracts.

As prescribed at 27.203-5, insert the

following clause:

PATENT  INDEMNITY—CONSTRUC.
TION CONTRACTS (APR 1984)
Except ac otherwise provided, the =

Contractor agrees to indemnify the

Government and its officers, agents, and

employees against liability, including®

costs and expensas, for infringement

upon any United States patent {except a

patent issued upon an application that is

now or may hereafter be withheld from
issue pursuant to a Secrecy Order under

35 U.S.C. 181} arising out of performing

this contract or out of the use or

disposal by or for the account of the
Government of supplies furnished or
work performed nnder this contract.
(End of clause} (R 7-802.16 1964 JUN)
Alternate I [APR 1984) Designate the
first paragraph as paragraph(a) and add
the following to the basic elause as
paragraph {b): '

{b} This patent indemnification shall -
not apply to the following items: -

[Contracting Officer specifically iden-

- Hfy the item lo be excluded}
(R 7-602.16(b) 1968 APR] -

NQTE: Exclusion from indemnity of
specified, identified patents, as
distinguished from items, is the
exclusive prerogative of the agency
head or designee (See 27.203-6).

52.227-5 Waiver of Indemntity.

As prescribed at 27.203-8, insert the

following clause:
WAIVER OF INDEMNITY {APR 1984)

Any provision or clause of this
con'ract to the contrary
notwithstanding, the Government
hereby authorizes and consents to the
use and manufacture, solely in
performing this contract, of any
invention covered by the United States
patents identified below and waives
indemnification by the Contractor with
respect o such patents: -

by number or by other means if more

apnropriate).

- (End of clause} (AV 7-1G4.5(b) 1955
JAN] o

$2.227-6 Royalty infermation.

As prescribed at 27.204-2, insert the
followirg provistom: '

'ROYALTY INFORMATION (AFR 1984)

(a) Cost cr cheorges for royalties,
When the response to this solicitation
contains cosis or charges for royalties

-totaling mure than $250, the following

information shail be included in the
response relaling to each separate item
of royally or license fee:

{1} Name and address of licensor.

(2) Date of license agreement.
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(3} Patent nurabers, patent applrcahon
serial numbers, or other basis an which
the royalty is payable.

{4} Brief description. Including any
part or model numbers of each contract
item or component on which the royaity
is payable.

{5) Percentage or dollar rate of royalty
per unit.

{8) Unit price of contract item:

(7] Number of units.

(8) Total dolar amount of rayalties.

(b) Copies of current licensas. In

addition, if specifically requested by the .

Contracting Officer before execution of
the contract, the offeror shall furnish a
copy of the current license agreement
and an identification of appiicable
claims of specific patents.

(End of provision} (R 7-2003.42 1961

* AUGY

Alternate I. (APR 1984} Substitute the
following for the intraductory portion of
paragraph (a) of the basic clause:
~ When the respanse to this solicitation
covers charges for special construction
or special assembly that contain costs or
charges for royalties totaling more than
5250, the following information shall be
included in the response relating to each
separate item of royalty or license fee:

(R 7-1710.12}

- §3.227-7 Patems—Natlce of Government
Licenaee.
As prescribed at 27.204-3(c), insert the
following provision:
PATENTS—NOTICE OF
GOVERNMENT LICENSEE (APR 1984)
The Government is obligated to pay a
_‘royalty applicable to the proposed
acquisition becayse of 3 license
agreement between the Government and
the patent owner. The patent number is
.......... [Contracting Officer fill /n), and
the royalty rate is ......... {Contracting
Officer fill in], If the offeror ig the owner
. of, or a licensee under, the patent,
indicate below:
{ ) Owner( } Licensee
"I an offeror does not indicate that itis
- the owner or a licensee of the patent, its
offer will be evaluated by adding thereto
an amount equal to tha royalty.
‘(End of provision) {R 7-2003. 15 1974
APR)

52.227-3 Reporting of Royaltles (Foreign).
Ag prescribed at 27.204-4, insert the
following clause:
REPORTING OF ROQYALTIES
{FOREIGN) (APR 1984)
(a) II this contract is in an amount that

exceeds 50,000 United States dollars, the

Contractor shall report in writing to the
Contracting Officer while performing
this contract the amount of royalties
paid or to be paid by the Contractor -
directly to others in performing this

contract. The Contractor shall alse (1)
furnish in writing any additional
information relating to such royalties as
may be requested by the Contracting

. Officer and (2} insert a provision similar

to this clause in any subcontract at any
tier that involves an amount in excess of
the equivalent of 50,000 United States
dollars.

(b} The term "royalties” as used in ~

- this clausa refers to any costs or charges

in the nature of royalties, license fees,
patent or license amortization costs, or
the like for the use of or for rights in
patents or patent applications.

(End of clause) (R 7-104.8 1966 OCT)

$2.227-9 Refund of Royaltles.

As prescribed at 27.208-2, insert the
following clause. In solicitations and
contracts with an incentive fee
arrangement. change “price” to “target
cost and target profit” wherever it

_appears.
REFUND OF ROYALTIES (APR 1984)

(a) The contract price includes certain

- amounts for royalties payable by the
Contractor or subcantractors or both,
which amounts have been reported to
the Contracting Officer.

(b} The term “royalties”" as used in
this clause refers to any costs or charges
in the nature of royalties, license fees,
patent or license amortization costs, or
the like, for the use of or for rights in
patents and patent applications in
connection with performing this contract
or any subcontract hereunder.

{¢) The Contractor shall furnish ta the
Contracting Officer, before final .
payment under this contract, a
statement of royalties paid or required
to be paid in connection with performing
this contract and subcontracts
hereunder together with the reasons.

(d] The Contractor will be :
cornpensated for royalties reported
under paragraph (c) above, only to the

“extent that such royalties were included
in the contract price and are determined
by the Contracting Officer to be properly
chargeable to the Government and
allocable to the contract. To the extent
that any rayalties that are included in
the contract price are not in fact paid by
the Contractor or are determined by the
Centracting Officer not to be properly

chargeable to the Government and .?- -

allocable to the contract, the contract
price shail be reduced. Repayment or
credit to the Government shall be mﬁ
as the Contracting Officer directs.

(e} If. at any time within 3 year Hhr
final payment under this contract,’the
Contractor for any reason is relieved in
whole or in part from the payment of the
royalties included in the final contract

price as adjusted pursuant to paragraph
{d) above, the Contractor shall promptly

notify the Contracting Officer of that
fact and shall reimburse the
GCovernment in a corresponding amount.
{f) The substance of this cliuse,
including this paragraph (F}, shall be
included in any subcontract in which the
amount of royalties reported during )
negotiation of the subcontract exceeds
$250. ‘

(End of clause] {V 7-104.8(b) 1968 FEB)

52.227-10- Filing of Patent Applications—
Classifiad Subject Matter,

As B?'escribed at 27.207-2, insert the

- following clause:

FILING OF PATENT APPLICATIONS—
CLASSIFIED SUBJECT MATTER
(APR 1984)

{a)} Before filing or causing to be filed

a patent application in the United States -

disclosing any subject matter of this

contract classified “Secret” or higher.

the Contractor shall. citing the 30-day

provisicn below, transmit the proposed =

application to the Contracting Officer, .
The Govermment shall determine
whether, for reasons of national
security, the application should be
placed under an order of secrecy, sealed
in accordance with the provision of 35
U.S.C. 181-188, or the issuance of a
patent otherwise delayed under
pertinent United States statutes or
regulations. The Contractor shall
observe any instructions of the
Contracting Officer regarding the
manner of delivery of the patent
application to the United States Patent
Qifice, but the Contractor shall not be
denied the right to file the application. If
the Contracting Officer shall not have
given any such instructions within 30
days from the date of mailing or other
transmittal of the proposed application,
the Contractor may file the application.
(bT Before filing a patent application
in the United States disclosing any
subject matter of this contract classified
“Confidential,” the Contractor shall

,furnish to the Contracting Officer a copy

of the application for Government
determination whether, for reasons of =
national security, the application should
be pfaced under an order of secrecy or
the issuance of a patent should be
otherwise delayed under pertinent
Uflite ?le,s statutes or regulations.
{c) Where the subject matter of this
contracy is classified for reasons of

l _ secuntyt'the Contractor shall not file, or

cause to be filed, in any country other
than in the United States as provided in
paragraphs (a) and (b} of this clause, an -
application or registration for a patent
containing any of the subject matter of

-thia contract without first obtaining

written approval of the Contracting

" Officer.
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(d) When filing any patent application-
coming within the scope of this clause,
the Contractor shall observe all )
2pplicable security regulations covering
the transmission of classified subject
matter and shall promptly farnish to the
Contracting Officer the. sgrial number,
filing date, and name of the country of
any such application. When transmitting.
the application to the United States
Patent Office, the Contractor shall by
separate letter identify by agen{y. d .
number the contract or contracts that -4
require security classification markings
to be placed on the application.

(e) The Contractor agrees to include,
and require the inclusion of, this clause
in all subcontracts at any tier that cover
or are likely to cover classified subject
matter.

(End of clause) (R 7-104.6 1969 DEC) -

© §2.227-11 Patent Rights—Retention by
the Contractor (Short Form).

As prescribed at 27.303(a), insert the
following clause: .
PATENT RIGHTS—RETENTION BY

THE CONTRACTOR {SHORT FORM)

- {APR 1984)

{a} Definitions.

“Invention™ means any invention or
discovery which is or may be patentable
or otherwise protectable under Title 35
of the United States Code.

“Subject invention” means any
invention of the Contractor conceived or
first actually reduced to practice in the
performance of work under this
contract.

“Practical application” means to
manufacture in the case ofa
composition or product, to practice in
" the case of a pracess or method, or to
. operate in the case of a machine or
© system:; and. in each case, under such
- conditions as to establish that the

* invention is being utilized and that its
benefits are, to the ~xtent permitted by
law or Government regulations,

.- avaijlable to the public on reasonable
- terms. . .

. “Made", when used in relation to any .
" invention. means the conception or [irst
-actual reduction to practice of such
invention,

"Small business firm" means a small
domestic business concern as defined at
Section 2 of Public Law 85-536 (13 U.S.C.
832} and implementing regulations of the
Administrator of the Small Business

.- Administration. For the purpose of this
clause, the size standards for small
business concerns involved in
Covernment procurement and

" subcontracting at 13 CFR 121.3-8 and 13 -

CFR 121.3-12, respectively, will be used.

“Nonprofit organization™ means a
domestic university or other institution _

of higher education or an organization of

 the type described in section 501(c}{3) of

the Internai Revenue Code of 1954 (28

" {1.5.C. 501(c)} and exemp? from taxation

under section 501(a) of the Internal
Revenue Code (26 U.S.C. 501{a}) or any
domestic ponprofit scientific or
edugational organization quaiified under
a state nonprofit organization statute.

b} Allocation of principal rights. The
CoMfiractor may relain the entire right,
title, and interest throughout the world

to _e‘aph subject invention subject to the - -

provisiona of this clause and 35 U.5.C,
203. With respect to any subject
invention in which the Contractor
retains title, the Federal Government
shall have a nonexclusive,
nontransferable, irrevocable, paid-up
license to practice or have practiced for
.or on behalf of the United States the
subject invention throughout the world.

{c) Invention disclosure, election of
title, and filing of patent applications by
Contractor,

{1} The Contractor shall disclose each
subject invention te the Contracting
Officer within 2 months after the
inventor discloses it in writing to
Contractor personnel responsible for.
patent matters. The disclosure to the
Contracting Officer shall be in the form
of a written report and shall identify the:
contract under which the invention was,
made and the inventor(s}. It shall be

_sufficiently complete in technical detail
to convey & clear understanding, to the
extent known at the time of the
disclosure, of the nature, purpose;,
operation, and physical, chemical,
biological, or electrical characteristics of

-the invention. The disclosure shail also
identify any publication, on sale, or
public use of the invention and whether
a manuscript describing the invention
has been submitted for publication and,
if so, whether it has been accepted for
publication at the time of disclosure. In
addition, afler disclosure to the '
Contracting Officer, the Contractor shail
promptly notify the Contracting Officer
of the acceptance of 2ny manuscript
describing the invention for publication
or of any on sale or public use planned
‘by the Contractor.

{2) The Contractor shall elect in
writing whether or not to retain title to
any such invention by notifying the

‘Federal agency within 12 months of
disclosure; provided, that in any case
where publicalion, on sale, or public use
has initiated the 1-year statutory period:
wherein valid patent protection can stifl
be obtained in the United States, the
period of election of title may be
shortened by the ageney to a date that is
no more than 60 days prior to the end of
the statutory periad. '

{3) The Contractor shall file its initial
patent application on an elected

invention within 2 years after election
or, if earlier, prior 1o the end of any
statulory period wherein valid patent
protection can be obtained in the United
States after a publication, on sale, or~
public use, The Contractor will file
patent epplications in edditional
countries within either 10 months of the
corresponding initial patent application
or 8 months from the date perntission is
granted by the Commissioner of Patents
and Trademarks te file foreign patent

- applications where such filing has been .
_ prohibited by a Secrecy Order.

[4) Requests for extension of the time

for disclosure to the Contracting Officer,

election, and filing may. at the discretion
of the funding Federal agency, be
granted.

(d) Cenditions when the Government

"-may obtain title, The Contractor shall

convey to the Federal agency. upon
writlen request, title fo any subject
invention—

(2) If the Contractor fails to disclose or
elect the subject invention within the
times specified in paragraph (c) above,
or elects not to retain title {the agency
may cnly request title within 60 days
after learning of the Contractor's failure
to report or elect within the specified
times); )

{2) Int those countries in which the
Contractor fails to file patent
applications within the times specified
in paragraph {c] above; provided,
however, that if the Contractor has filed
a patent application in a country after
the times specified in paragraph (c)
above, but pricr to its receipt of the
written request of the Federal agency.
the Contractor shall continue to retain
title in that country; or

{3) In any country in which the
Contractor decides not to continue the
prosecution of any application for, to

pay the maintenance fees on, or defend. -

in reexarnination or opposition
proceeding on, & patent on a subject
invention.

(e) Minimum rights to contractor. {1}
The Coatractor shall retain
nonexclusive, royalty-free license
throughout the warld in each subject

‘invention to which the Government

obtains title except if the Contractor
fails to disclose the subject invention
within the times specified in paragraph
{c} above. Theé Contractor's license

extends to its domestic subsidiaries and -

affiliates, if any, within the corporate
structure of which the Contractoris a
part and includes the right to grant
sublicenses of the same scope to the
extent the Contractor was legally
obligated to do so at the time the
contract was awarded. The license is
transferable only with the approval of




12990

Federal Register / Vol. 49, No. 63 '/ F_'riday. March 30, 1984 / Rules and Regulations

the funding Federai agency except when

transferred fo the successor of that part

of the Contractor's busijness to whu:h
the invention pertains. -

(2) The Contractor's domestic hcense
may be revoked or modified by the
funding Federal agency to the extent
necessary to achieve expeditious
practical application of the subject
invention pursuant to an application for
an exclusive license submitted in
accordance with applicable provisions
in the Federal Property Management .
Regulations and agency licensing .
regulations (if any}. This license shall
not be revaoked in that field of use or the -
geographical areas in which the
Contractor has achieved practical
application and continues to make the
benefits of the invention reasonably .

. -accessible to the public. The license in
any foreign country may be revoked or
modified at the discretion of the funding

-Federal agency to the extent the
Contractor, its licensees. or its domestic
subsidiaries or affiliates have failed to
achieve practical application in that
foreign country.

(3) Before revocation or modification
of the license, the funding Federal
agency shall furnish the Contractor a -
written notice of its intention to revoke
or modify the license, and the -
Contractor shall be allowed 30 days (or
such other time as may be suthorized by

- the funding Federal agency for good
cause shown by the Contractor} after
the notice to show cause why the
license should not be revoked or
modified. The Contractor has tha right to
appeal, in accordance with applicable

.agency licensing regulations (if any} and
the Federal Property Management
Regulations concerning the licensing of
Government-owned intventions, any
decision concerning the revocation or
modification of its license.

{f) Contractor action to protect the
Government's interest. (1) The
Contractor agrees to execule or to have
executed and promptly deliver to the
Federal agency all instruments
necessary to (i) establish or confirm the
rights the Government has throughout
the world in those subject inventions to
which the Contractor elects to retain
title, and (if) convey title to the Federal
agency when requested under paragraph
(d) above, and to enable the
Government to obtain patent pratection
throughout the world in that subject
invention.

(2} The Contractor agrees to require,

by wrilten agreement, its employees,
other than clerical and nontechaical
employees, to disclose promptly in
writing to personnel identified as
responsible for the administration of
patent matters and in a format

suggested by the Contractor each
subject invention made under contract
in order that the Contractor can comply
with the disclosure provisions of
paragraph (c] above, and to execute all
papers necessary to file patent
applications on subject inventions and
to establish the Governent's rights in the
subject inventions. This disclosure
format should require, as a minimum,
the informaticn required by
subparagraph (c}(1) above. The
Contractor shall instruct such employees
through employee agreements or ather
suitahle educational programs on the
importance of reporting inventions in
sufficient time to permit the filing of
patent applications prior to U.S. or
foreign statutory bars.

(3} The Contractor shall nohfy the
Federal agency of any decision not to
continue the prosecution of a patent
application, pay maintenance fees, or

defend in a reexamination or opposition

proceeding on a patent, in any country,
not less than 30 days before the
expiration of the response period
required by the relevant patent office.

{4} The Contractor agrees to include,
within the specification of any United
States patent application and any patent
iasuing thereon covering a subject
invention, the following statement: “This
invention was made with Government
support under {identify the contract)
awarded by (identify the Federal
agency). The Government has certain
rights in this invention.”

{8) Subcontracts. (1) The Contractor
shall incude this clause {52.227-11 of the
Federal Acquisition Regulation {FAR]},
suitably modified to identify the parties,
in all subcontracts, regardless of tier, for
experimental, developmental, or
research work to be performed by a
small business firm or nonprofit
organization. The subcontractor shall
retain all rights provided for the
Contractor in this clause, and the
Contractor shall'not, as part of the -
consideration for awarding the
subcontract, obtain rights in the
subcontractor's subject inventions.

{2) In the case of subcontracts, at any
tier, when the prime award with the

Federal agency was a contract (but not a’

grant or cooperative agreement), the
agency, subcontractor, and the  +** -
Contractor agree that the mutual
obligations of the parties created by
clause constitute g contract betwe e
subcontractor and the Federal agency
with respect to those matters co}ipﬁ by
this clause.

(h) Reporting utilization of subject
inventions. The Contractor agrees to
submit on request periodic reports no

- more frequently than annually on the

utilization of & subject invention or on

’ pom

efforts at obtaining such utilization that
are being made by the Contractor or its
licensees or assignees. Such reports
shall include information regarding the
status of development, date of first

. commercial sale or use, gross royalties

received by the Contractor. and such:
other data and information asa the
agency may reasonably specify. The
Centractor also agrees ta provide

_additional reports as may be requested

by the afency in connection with any
march-in proceedings undertaken by the

- agency in accordance with paragraph (j)

of this clause, To the extent data or
information supplied under this
paragraph is considered by the
Contractae, its licensee, or assignee to
be privileged and confidential and is so
marked, the agency agrees that, to the
extent permitted-by law, it shall not
disclose such information to persons
outside the Government.

" {i) Preference for United States

industry. Notwithstanding any other
provision of this clause, the Contractor
agrees that neither it nor any assignee
will grant to any person the exclusive
right to use or sell any subject invention
in the United States unless such person
agrees that any products embodying the
subject invention will be manufactured
substantially in the United States.
However, in individual cases. the

-requirement for such an agreement may
“be waived by the Federal agency upona

showing by the Contractororits =~
assignee that reasonable but .
unsuccessful efforts have been made to
grant licenses on similar terms to
potential licensees that would be likely
to manufacture substantially in the
United States or that under the
circumstances domestic manufacture is
not commercially feasible.

(j} March-in rights. (1} The Contractor
agrees that with respect to any subject
invention in which it has acquired title,

“the Federal agency has the right in

accordance with the procedures in FAR
27.304-1(g} to require the Contractor, an.
assignee, or exclusive licensee of a
subject invention to grant a '

- nonexciusive, partiaily exclusive, or
- exclusive license in any field of use to a

responsnble applicant or applicants, -

g that are reasonable under -
the t.um?'.l stances, and if the Contractor.
assignes. or exclusive licensee refuses
such d Yequest, the Federal agency has

, the right to grant such a license itself if

the Federal ageney determines that—
(i) Such action is necessary because
the Contractor or assignee has not
taken, or is not expected to take within
a reasonable time, effective steps to
achieve practical application of the
subject invention in such field of uge;
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(i) Such action is necessaryto
gileviale health or safety needs which
© &re not reasgnaby satisfied by the
Contractor, assignee, or their licensees:

(iiif Such action is necessary to meet
requirements for public use specified by
Federal regulations and such
requirements are not reasonably -
satisfied by the Contractor, 8ssigpge, oF
lic(e Sl : ary l;ecause

iv) Such action is necess E e
the agreement required by paragraph (i},
of this clause has not been obtained or’
waived or because a licensee of the
exclusive right to use or sell any subject
invention in the United States is in
breach of such agreement,

(k} Special provisons for contracts
with nonprofit organizations. If the
Contractor is a nonprofit organization, it
agrees that— )
. (1) Rights to a subject invention in the

United States may not be assigned
without the approval of the Federal
agency, except where such assignment
" is made {o an organization which has as
one of its primary functions the
management of inventions and which is
not, itself, engaged in or does not hold a
- substantial interest in other
organizations engaged in the
manufacture or sale of products or the
use of processes that might utilize the
invention or be in competition with
embodiments of the invention [provided,
that such assignee will be subject to the
_same provisions as the Contractor);

(2) The Centractor may not grant
exclusive licenses under United States
patents or patent applications in subject
invenlions to persons other than small
business firms for & period in excess of
the earlier of— _

(i} Five years from first commercial
sale or use of the invention: or

(i) Eight years from the date of the
exclusive license excepting that time
before regulatory agencies necessary to
" obtain premarket clearance, unless on &

" case-by-case basis, the Federal agency

approves a longer exclusive license. If -
exclusive field-cf-use licenses are
granted, commercial sale of use in one
field of use will not be deemed
commercial sale or use as to other fields
‘of use, and a first commercial sale or
_use with respect to a product of the
invenfion will not be deemed to end the
exclusive period to different subsequent
products coverad by the invention;

(3) The Contractor shall share
royalties collected on a subject
invention with the inventor; and

. {4) The balance of any royalties or
- income earned by the Contractor with
respect to subject inventions, after
payment of expenses (including
payments to inventors} incidental to the
administration of subject inventions,

will be utilized for the support of
scientific research or educstion.

() Communications. Reserved.

(End of clause} (R 7-302.23(h) 1981 JUL)
-~ Alternate T {APR 1984). Add the
followigg sentence at the end of
pardgraph (b) of the basic clause:

The license shall include the right of
th vernment to sublicense foreign
goveérnments and international
organizations pursuant to the following
treatles or international agreements:
weesmsmsneennnens . OF pUrsuant ta any future
treaties or agreements with foreign
governments or international
organizations.

{*€ontracting Officer complete with
the names of applicable existing treaties
or international agreements. The above
language is not intended to apply to
treaties or agreements'that are in effect
on the date of the award but are not
listed.]

{R 7-302.23(b) 1981 JUL)

-82.227-12 Patent Rights—Retention by

the Contractor {Long Form)

As prescribed at 27.303(b), insert the . '
following clause:

PATENT RIGHTS—RETENTION BY

THE CONTRACTOR (LONG FORM)

(APR 1984) :

(a) Definitions. .

“Invention” means any invention or
discovery which is or may be patentable

-or otherwise protectable under Title 35

of the United States Ccde,

~ “Subject invention” means any
invention of the Contractor conceived or
first actaully reduced to practice in the
performance of work under this
contract. .

“Practical application” means to
manufacture in the case of a
composition or product, to practice in
the case of a process or method, or to
operate in the case of a machine or
system; and, in each case, under such
conditions as to establish that the
invention is being utilized and that its
benefits are, to the extent permitted by
law or Government regulations,
available to the public on reasonable
terms.

“Made” when used in relation to any
invention meang the conception or first
actual reduction to practice of such
invention, . :

“Small business firm™ means a
domestic small business concern as
defined at Section 2 of Public Law 85-
536 (15 U.S.C, 632) and implementing
regulations of the Administrator of the
Small Business Administration. For the
purpose of this clause. the size
standards for small business concerns
involved in Government procurement
and subcontracting at 13 CFR 121.3-8

and 13 CFR 121.3-12, respectively, will
be used.

“Nonprofit organization™ means a
domestic university or other institution
of higher education or an organization of
the type described in section 501{c}(3) of
the Internal Revenue Code of 1954 (28
U.5.C. 501(c)) and exempt from taxation
under section 501{a} of the Internal -~
Revenue Code {26 U.S.C. 501(a}] or any
domestic nonprofit scientific or
educational organization qualified under
a state nonprofit organization statute.

(b) Allocation of principal rights. The
Contractor may elect to retain the entire
right, title, and interest throughout the -
world to each subject invention subject
to the provisions of this clause and 35
U.S.C. 203. With respect to any subject
invention in which the Contractor elects
to retain title, the Federal Government
shall have a nonexclusive, :
nontransferable, irrevocable, paid-up
license to practice or have practiced for
or on behalf of the United States the
subject invention throughout the world,

- (€) Invention disclosure, election of
title, and filing of patent applications by
Contractor. (1) The Contractor shail -
disclose each subject invention to the
Contracting Officer within 2 months
after the inventor discloses it in writing
to Contractor personnel responsible for
patent matters or within 6 months after
the Contractor becomes aware that a
subject invention has been made,
whichever is earlier. The disclasure te
the Contracting Qfficer shall be in the
form of a written report and shall
identify the contract under which the
invention was made and the inventor(s).
It shall be sufficiently complete in
technical detail to convey a clear
understanding, ta the extent known at

" the time of the disciosure, of the nature,

purpose, operation, and physical,
chemical, biological, or electrical
characteristics of the invention. The
disclosure shall also identify any

- publication, on sale, or public use of the

invention and whether a manuscript

‘describing the invention has been

submitted for publication and, if s,
whether it has been accepted for
publication at the time of disclosure. In
addition, after disclosure to the )

Contracting Officer. the Contractor shall
prompily notify the Contracting Officer
.of the acceptance of any manuscript
" describing the invention for publication

or of any on sale or public use planned
by the Contractor.

(2) The Contractor shall electin
writing whether or not to retain title to
any such invention by notifying the
Federal agency at the time of disclosure
or within 8 months of disclosure, as to
those countries (including the United
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States] in which the Contractor will
retain title: provided, that in any case
where publication, on sale, or public use
has initiated the 1-year statutory period
wherein valid patent protection can still
be obtained in the United States, the
pericd of election of title may be

shortened by the agency to a date thatis

no more than 60 days prior to the end of
the statutory period.

(3) The Contractor shall file its initial
patent application gn an elected
invention within 1 year after election or,
if earlier. prior to the end of any -
stahutory period wherein valid patent
protection can be obtained in the United
States after a publication, on sale. or
public use. The Contractar shall file

- patent applications in additional
countries {incleding the European Patent
Office and under the Patent Cooperation
Treaty) within either 10 months of the
corresponding initial patent application
or 6 months from the date permission ia
granted by the Commissioner of Patents
‘and Trademarks to file forefgn patent
applications where such filing has been
prohibited by a Secrecy Order.
(4) Reques!s for extension of the time

" for disclosure to the Contracting Officer, .

election, and filing may, at the discretion
of the funding Federal agency, be -

. granted, and will normally be granted -
unless the Contracting Officer has
reason o believe that a particular
extension would prejudice the
Covernment's interest.

{d)} Conditions when the Government
- may obtain title. The Contractor shall
convey to the Federal agency, upon
written request, title to any subject
invention——

{1) If the Contractor elects not to
retain title to a subject invention:

{2} If the Contractor fails to disclose or
elect the subject invention within the
times specified in paragraph (c) above
(the agency may only request title
within 60 days after learning of the
Contractor's failure to report or elect
within the specified times);

"+ {3) In those countries in which the
Contractor fails to file patent
appiications within the times specified
in paragraph {c) above; provided, -

_however, that if the Contractor has filed

‘a patent application in a country after
the times specified in paragraph (c)

- above, but prior to ita receipt of the

- written request of the Federal agency,
the Contractar shall continue to retain-
title in that country; or

{4) In any country in which the

Contractor decides not to continue the
prosecution of any appiication for, to
pay the maintenance fces on, or defend
in reexaminatior or opposmon
proceeding on, a patent o a subyect
invention.

{e) Minimum rights to Contractor. (1)

The Contractor shall retain &
nonexclusive, royalty-free license
throughout the world in each subject
-invention to which the Government
abtaing title except if the Contractor
fails to disclose the subject invention
within the times specified in paragraph
(c) above. The Contractor's license

extends to its domestic subsidiaries and

affiliates, if any, within the corporate
structure of which the Contractoris a”
part and includes the right to grant
sublicenses of the same scope to the
extent the Conlractor was legally
obligated to do so at the time the
contract was awarded. The license is
transferable only with the approval of

the funding Federal agency except when

transferred to the successer of that part
of the Contractet's business to which
the invention pertains.

(2) The Contractor's domestic license
may be revoked or modified by the
funding Federal agency to the extent
necesgary o achieve expeditious
practical application of the subject

invention pursuant to an application for

"an exclusive license submitted in

accordance with applicable provisions -

in the Federal Property Management
Regulations and agency licensing
regulations (if afy). This license shail -

not be revoked in that field of use or the

‘geographical areas in which the

* Contractor has achieved practical’

application and continues to make the
benefits of the invention reasonably

accessible to the public. The license in
any foreign country may be revoked or

modified at the discretion of the funding

Federal agency to the extent the

Contractor, its licensees, or its domestic
* subsidiaries or affiliates have failed to

achieve practical applclatmn in that
foretgn country; .
(3) Before revocation or madification
- of the license, the funding Federal
- agency shall furnish the Contractor a
written notice of its intention to revoke
or modify the license, and the
Contractor shall be allowed 30 days {or

such other tirte as may be authorized by

the funding Federal agency for good .
cause shown by the Contractor) after
the notice to show cause why the
license should not be revoked or

modified. The Contractor has the right to’
- appeal, in accordance with applicable
agency licensing regulations and the ﬁ :

Federal Property Management
Regulations concerning the licensing of
Government-owned inventions, aj
decision concemning the revocation or
mod:fication of its license.

« {f) Contractor action lo protect the
Government's interest. (1) The
Contractor agrees to execute or to have
executed and promptly deliver to the -

Federal agency all instruments
necessary to (i} establish or confitm the
rights the Government has throughout
the warld in those subject inventions to
which the Contractor elects to retdin
title, and (ii} convey title to the Federal
agency when requested under paragraph
(d) above and subparagraph (n}(2)
below, and to enable the Government to
obtain patent protection throughout the
world in that subject invention.

(2) The Contractor agrees ta require,
by written agreement, its employees,
other than clerical end nontechnical

~employees. to disclose promptly in

writing to personnel identified as
respongible for the administration of
patent matters and in a format

suggested by the Contractor each

subject invention made under contract
in order that the Contractor can comply
with the disclosure provisions of
paragraph (c) above, and to execute alt
papers necessary to file patent
applications on subject inventions and
to establish the Government's rights im
the subject inventiona. This disclosure
format should require, as.a minimum, .
the informatipn required by
subparagf@ph(c)(1) above. The

Contractor shall instruct such employees .

through employee agreements or other

_ suitable educational programs on the

importance of reporting inventions in
sufficient time to permit the filing of
patent applications prior to U.S. or
foreign statutory bars.

{3} The Contractor shall notify the
Federal agency of any decision not to
continue the prosecution of a patent
applu:atmn. pay maintenance fees, or
defend in a reexamination or opposition
proceeding on a patent, in any country,
not less than 30 days before the
expiration of the response period
required by the relevant patent office.

(4} The Contractor agrees to include,
within the specification of any United
States patent application and any patent
issuing thereon covering a subject

invention, the following statement: “This

invention was made with Government

- support under (identify the contract)
awarded by (identify the Federal

agency} The Government has certam
ghts in this invention.”

'(5) ﬁeﬁonu‘actor shall estabhsh and
raaintain active and effective
-procedyrgs to assure that subject
inventiohs are prompty identified and
disclosed to Contractor persennel
responsible for patent matters within 8
months of conception and/or first actual-

" reduction to practice, whichever accurs ’

first in performance of work under this
contract. These procedures shall include
the maintenance of laboratory
notebooks or equivalent records and
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othér records as are reasonably
necessary to document the conception’
and/or the first actual reduction to
Practice of subject inventions. and.
records that show that the procedures
for identifying and disclosing the
inventions are followed~Upon request,
the Contractor shall furnish the

Contracting Officer a description of such

procedures for evaluation and ¥
détermination as to their effectiveness,

(6) The Contractor agrees, whesy
licensing a subject invention, to a'n_'a'ngé
to avoid royalty charges on &gquasitgons
involving Government fupds, including
funds derived through Milltary
Assistance Program of the Government
or otherwise derived through the
Government, to refund any amounts
received as royalty charges on the
subject invention in acquisitions for, or ~
_ on behalf of, the Government, and to

provide for such refund in any
instrument transferring rights in the
invention to any party.

(7) The Centractor shall furnish the
Contracting Officer the following:

(i} Interim reports every 12 months [or
such longer period as may be specified
by the Contracting Officer) from the
date of the contract, listing subject
inventions during that period and
certifying that ali subject inventions
have been disclosed or that there are no
such inventions.

{ii} A final report, within 3 months
" after completion of the contracted work,

. listing all subject inventions or certifying -
. that there were no such inventions,; and

listing all subcontracts at any tier”
" containing a patent rights clause or
certifying that there were no such
subcontracts.

(8} The Contractor shall promptly
notify the Contracting Officer ir writing
upon the award of any subcontract at
any tier containing a patent rights tlause
by identifying the subcontractor. the
. applicable patent rights clause, the work
1o be performed under the subcontract,
and the dates of award and estimated
. tompletion. Upon request of the

Contracting Officer, the Contraclor shall
fur- “<h a copy of such subcontract, and
nc re frequently than annually, a
listing of the subcontracts that have
-been awarded.
(9} In the event of a refusal by a
prospective subcontractor to accept one
-of the clauses in subparagraph (g){1) or
"{2) beiow, the Contractor (i) shall
promptly submit a written notice to the
Contracling Officer setting forth the
subcontractor’s reasons for such refusa}
and other pertinent information that
may expedite disposition of the matter
and (i) shall not praceed with such
subcontracting without the written
" authorization of the Contracting Officer.

(10) The Contractor shall provide,
upon request, the filing date, serial
number &nd title, a copy of the patent
application {including an English-
language version if filed in a language
gther than English}, and patent number
angfashe date for any subject invention

" for which the Contractor has Eetained

t

. h) Upon request, the Contractor
shall furnish the Gavernment an
irrgeocable power to inspect and make
copies of the patent application file.

{%) Subcontracts. {1] The Contractor -
shall incude the clause at 52.227-11 of
the Federal Acquisition Regulation
(FAR). suitably modified to identify the
‘parties, in all subcontracts, regardless of
tier, for experimental, developmental, or
research work to be performed by a
small business firm or nonprofit
organization. The subcontractor shall
retain all rights provided for the
Contractor in this clause, and the
Contractor shall not, as part of the
consideration for awarding the
subcontract, obtain rights in the
subcontractor's subject inventions.

(2} The Contracter shall include this
clause [FAR 52.227-12) in ail other
subcontracts, regardless of tier, for
experimental, developmental, or
research work. :

(3) In the case of subcontracts, at any " .

tier, when the prime award with the
Federal agency was a contract (but not a
grant or cooperative agreement), the
agency, subcontractor, and the
Contractor agree that the mutual
obligations of the parties created by this
clause constitute a contract between the
subcontractor and the Federal agency -
with respect to those malters covered by

" this clause.

(h) Reporting utilization of subject
inventipns. The Contractor agrees to |- -
submit on request periodic reports no
more frequently than annually on the
utilization of a subject invention or on
efforts at obtaining such utilization that

_are being made by the Contractor or its
. licensees or assignees. Such reports

shall include information regarding the
status of development, date of first
commercial sale or use, gross royalties
received by the Contractor, and such
other data and information as the
agency may reasonably specify. The
Contractor also agrees to provide
additional reports as may be requested .
by the agency in connection with any
march-in proceedings undertaken by the
agency in accordance with paragraph {j}
of this clause. To the extent data or
information supplied under this
paragraph is considered by the
Contractor, its licensee or assignee to be
privileged and confidential and is so
marked, the agency agrees that, to the

exten! permitted by law, it shall not
diaclose such information to persons
outside the Government.

(i) Preference for United States 7
industry. Notwithstanding any other

provision of this clause, the Contractor -
.agrees that neither it nor any assigneee

will grant to any person the exclusive
right io use or sell any subject invention
in the United States unless such person
agrees that any products embodying the
subject invention will be manufactured
substantially in the United States, -
However, in individual cases, the
requirement for such an agreement may
be waived by the Federal agency upon &
showing by the Contractor or its
assignee that reasonable but
unsuccessful efforts have been made to
grant licenses on similar terms to

‘potential licensees that would be likely

to manufacture substantially in the

United States or that under the

circumstances domestic manufacture is

not commercially feasible. .
(i} Murch-in rights. The Contractor

agrees that with respect to any subject

. .invention in which it has acquired title,

the Federal agency has the right in
accordance with the procedures in FAR
27.304-1{g} to require the Contractor, an
asgignes, or exclusive licensee of 8
subject invention to grant a
nonexclusive, partially exclusive, or
exclusive license in any field of use lo a
responsible applicant or applicants,
upon terms that are reasonable under
the circumstances, and if the Contractor,
assignee, or exclusive licensee refuses -

- such a request, the Federal agency has

the right to grant such a license itseif if
the Federal agency determines that—
{1) Such action is necessary because.

_the Contractor or assignee has not

taken, or is not expected to take within
a reasonable time, effective steps to

_ achieve practical application of the

subject invention in such field of use:
[2} Such action is necessary to
alleviate health or safety needs which

. are not reasonably satisfied by the
Contractor, assignee, or their licensees;

{3) Such action is necessary to meet
requirements for public use specified by
Federal regulations and such
requirements are not reasonably

satisfied by the Coniractor, assignee, or

licensees,; or

{4) Such action is necessary because
the agreement required by paragraph {i)
of this clause has not been obtatned or
waived or because a licensee of the

- exclusive right to use or sell any subject

inventiomn in the United States is in
breach of such agreement.
{k) Special provisions for contracts
with nonprofit organizations. Reserved.
(1} Communications. Reserved.

-
1 favererm n, . m b D bae e Ty
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(m} Other inventions. Nothing
contained in this clause shall be deemed.
to grunt to the Jovernment any rights
with respect ta any mve.ntlon other than
a subject invention.

{n) Examination of records relating to
inventions. (1) The Contracting Officer -
or any authorized representative shall,
until 3 years after final payment under
this contract, have the right to examing
any books {including laboratery

notebooks), records, and documents of

the Contractor relating to the conception
or first reduction to practice of
inventions in the same field of
technology as the work under this
contract to determine whether—

{i] Any such inventions are subject
inventions;

{ii} The Contractor has established
and maintains the procedures required
by subparagraphs (f](Z] and ({f)(3) of thm
clause: and

(iii) The Contractor and its inventors
have complied with the procedures.

{2) If the Contracting Officer
- determines that an inventor has not
disclosed a subject invention to the
Contractor in accordance with the
arocedures required by subparagraph’
(£)(5} of this clause. the Cantracting
Glficer may, within 80 days after the
determination. request title in
accordance with subparagraphs {d)(2}
and (d)(3) of this clause. However, if the
Contractor establishes that the failure to
disclose did not result from the
Contractor’s fault or negligence, the
Contracting Officer shall not regquest

title.

(3) If the Contracting Officer learns of
an unreported Contractor invention
which the Contracting Officer believes
may be a subject invention, the
Contractar may he required to disclose
the invention to the agenrcy for a
detarmination of ownership rights.

(4} Any examination of records under
this paragraph shall be subject to
anpropriate cenditions to protect the
confidentiality of the information
involved, -

(o) Wirhhia'ding of payment (this
garayroof dies not apply to :
subcontracts). (1} Any time before final
payment under this contract, the
Contracting Officer may, in the
Government's interest, withhold

- payment until a reserve not exceeding.
$50,000 or 5 percent of the amount of the
contract, whichever i3 less, shall have
been set aside if, in the Contracting
Officer’'s opinion, the Contractor fails
to—

(i) Establish, maintain, and follow
effective procedures for identifying and
disclosing subject inventions pursuant to
subparagraph (f}(5) above;

(i1} Disclose any subject invention
pursuant to subparagraph [c}(1) above:

(iii} Deliver arceptable interim reports
pursuant to subdivision ([{7}{i} above:
ar

(iv} Provide the information regarding
subcontracts pursuant to subparagraph
(f1(6) above.

{2) Such reserve or balance shall be -
withheld until the Contracting Officer
has determined that the Contractor has
rectified whatever deficiencies exist and
has delivered all reports, disclosures,
and other information required by this
clause.

(3) Final payment under this contract
shall not be made before the Contractor
delivers to the Contracting Officer all
disclosures of subject inventions
required by subparagraph {c](1) above,
an acceptable final report pursuant to
subdivision {f)(7)}{ii} above, and all past
due confirmatory instruments.

{4) The Contracting Officer may
decrease or increase the sums withheld
up to the maximum authorized ahove,
No amount shall be withheld under this
paragraph while the amount specified -
by this paragraph is being withheld
under other provisions of the contract.
The withhnlding of any amount or the

subsequent payment theteof shall not be’

construed as a waiver of any
Government right.
(End of clause} (R 7-302.23(h} 1981 JUL)

Alternate I (APR 1984). Add the
follawing sentence at the end of
paragraph (b) of the basic clause:

The license shall include the right of
the Government to sublicense foreign
governments and international
organizations pursuant to the following
treaties or international agreements:
.................... * or pursuant to any future
treaties or agreements with foreign
governments or international
organizations. _

[*Contracting Officer complete with

the names of applicable existing treaties-

or international agreements. The above
language is not intended to apply to
treaties or agreements that are in effect

.on the date of the award bul are not

listed.]
(R 7-302.23(h} 1981 JUL)

52.227-13 -Patent Rights—Acquisition by
the Government.

As prescribed at 27.363(c}, insert the
following clause:

PATENT RIGHTS—ACQUISITION BY

THE GOVERNMENT (APR 19%
_(a) Definitions.
“Invention,” as used in this clause,
means any invention or discovery which
is or may be patentable or otherwise

‘protectable under Title 35 of the United

States Code.

" langua
* other trﬁh

“Subject invention,” as used in this
clause, means any invention of the
Contractor conceived or first actually
reduced o practice in the performance
of work under this contract. =

“Practical application,” as used int this
clause, means to manufacture, in the
case of a composition or product; ta’
practice, in the case of a process or
method; or to operate, in the case of a

~machine or system; and, in each case,

under such conditions as to establish
that the invention is being utilized and
that its benefits are, to the extent
permitted by law or Government

. regulations. available to the public on

reasonable terms.

(b} Allocations of principal riybts. (1)
Assignment to the Government. The
Contractor agrees to assign to the
Government the entire right, title. and
interest throughout the worid in and to
each subject invention, except to the

"extent that rights are retained by the

Contractor under subparagraph (b){2)
and paragraph (d) below. .

{2} Greater rights determinations (i)
The Contractor, ot an employee-inventor
after consultation with the Contractor,
may retain greater rights than the
nonexclusive license provided in
paragraph (d) below, in accordance with
the procedures of paragraph 27.304-1{a)
of the Federal Acquisition Regulation
{FAR]. A request for a determination of
whether the Contractor or the employee-
inventor is entitled to retain such greater
rights must be submitted to the Head of
the Contracting Agenrcy or designee at
the time of the first disclosure of the
invention pursuant to subparagraph
[e)(2) below, or not later than 8 months
thereafter, unless a longer period is
authorized in writing by the Contracting
Officer for good cause shown in writing
by the Contractor. Each determination -
of greater rights under this centract
normally shall be subject to paragraph
(¢} below, and to the reservations and
conditions deemed to be appropriate by
the Head of the Contracting Agency or .
desxgnee

{ii) Upon request, the Contractor shall
provide the filing date, serial number
and title, a copy of the patent
application (including an English-
s:on if filed in a language
rglish), and patent number
and issue date for any subject invention

" in any ceyhtry for which the Contractor

has retained title.

{iti} Upon request, the Contractor shall
furnish the Gozé'rmnem an irrevocable
power to inspect and make copies of the
patent application file.

(c) Minimum rights acquired by the
Government, (1) With respect to each
subject invention to which the






