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be addressed. Finally, we will exclude fr,lm this discussion the many in
dustrial associate arrangements entered into over the years where, in ex
change for an annual financial conlribution, multiple industrial
associates have such privileges as receiving publications, attending
seminars, and having indostrial problem areas diagnosed by
knowledgeable faculty. Such industrial associate arrangements have
served as "half-way houses" between outright gifIs and grants Oil the one
hand and sponsored research agreements on the other. i

ThHt these research agreements vary so much and often involve ....e>-c_,'''-':t:;,~ _ at r t 1 iii)
curious mixtures of cnllaburntive eflorts and contracted research. present 1:
a certain challenge in nn,aningfolly discussing their characteristics.
Should we attempt to develop a mom or less standard industrial research
agreement, a naticnal "basic agreement" if you prefer, in the manner of
standard federal grants or research? Or is there no one "best way" to
structure these agreements; is each situation essentially so different 'as tu
require customized handling hI attain the desired results'?

This writer, based on Ius OWIl experience, leans toward the lattur
view: each agreement must he written to fit the situation. Although there
do inevitably develop, uvur l i ure, identifiable areas to which one needs to
attend in almost every case. every pruvision must be examined Oil each
occasion, if nut actually ctlsl{Jmizt~ll, to assure the proper result. At the
same time, certain basehue approaches need to be developed for various
provisions, so as not to "rt~-illVtmt the wheel" for each arrangement. II is
these identifiable areas uud hnsdinB approaches L1pOT" which we will
concentrate in this article. Hccausc it is so very important to customize
each agreement to fit t he si lue tion, we IWVlJ stifled the ternptut iun to in
clude a uollectio» or S/llllplt' clausus, lust tlwy be regarded as JlI0dld

clauses. Nevertheless, W(~ \vill f1I1Wllplto discuss the t!ssunCf-! of (loch pro-
vision.

tl", .-,__'..'.... ;,·",1 ,-,,,11,,,1 ,II'tl,,, 1-"""_,,-,-1,,, iii ,1.-,,, .. 0,1 ,.Il 11.." /1""/-"';"1;,,,,· f .. ,-,n

This- section identil'ins IHtt~l:H iSSIWS which recur generally ill draft
ing research agreements and discusses some of the baste approaches
which have been Fulluwud ill .rddrcssiug them.

A. Tru: SUII"': Ill·' TilE KE~EAHI:II I'HOIECT.

Ill. SOME PROBI.I·;I\I ,\J{El\S AND BASIC APPROACHES
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it is not al all 1I1lCOIllIHtHI Itl lind an industrial sponsor and iI uni
versity researcher who art: uncertuiu about the desired spncili.: uutrxnuu
of their research arrunguumut til' even about tilt: bounds of the research
area. This is oftun a nat urn! uud iuevituhle result of the Jul;lIitiollillly
speculative llature of lIluch scii.:ntific msuarch Hlld of SOIlW l:lllgineerlng
H'HIt~avors. Hut jut;l for thai J'I:lIS01l, it is paramount Ihat the boundtuit!s or
~H: research undertaken bt! dusLribr:d wiLli as nllll:h specificity and pwei
sion a~ the situation pt~nHils. t\liillV nspucls uf the arrangHIlHHlI other thall
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1981);' or is no more thall 11% of un iversity research elfort' (up trom the.
3.8% estimated in HUn).'

Hut while industrial funding does not have the potential to replace
fedeml funding us tlw major source of financing university resenrch , it
does have the potential lu replace much of what universities have Jost
{uud stand III IUlie} because of decreases in the level 01' federal funding.
From lhu llllivun>ily l)l!r~pedivtl, it is this potential that provides the in
t.unl ivu lor uuhuncud university-industry research cooperation. Frum the
industry plll'spt:ctivH, there is an increased realization that reversing
Allu:ricH's COlli i Ill!ing loss or the prud uctivit y battle with foreign corn
peuturs dl:pends un greater rucognit iou and use of the demonstrated
r.ause l uuuuur.tiun between advances ill techllolug}~ and greater produc
tivity. Thus it ii) imperative to IHliid better linkages between the ucquisi
tiuu ul new tnchutcal knowledge in universities and the applicatiun of
IWW kl\owlt~dge in industry. I

This ruppnx.humunt is Hot a cornp lute ly new phenumenon to a few
n nivursit ies, but evun in thuso institutions the pace has distinctly
quickened. To most uuiversiues the opportunity i<J!' new university
industry rnlauouships brings with it all almost completely new set of
problems with which to cope.

~'H:'~ N,\IJlI~!\1 s\ Il'N' 1'_ F'Jl:Ml.\lll)r~, NSF UI-:Jll. sllpm Iloln I, HI 21,

1\ILlllllhdd. nil' LlllOll1I It' Il' 1I1~lllfl' Ejlllllliioll. IUIIH :10. I!JH2, at Ii, l.juollJlg Kelt
lldll.'\ :>lllllh uJ !lll: 1>1,1:,~,lIIHl:;db Ill:;liluli~ \II Tt~l:hnoluKY

II. SeOI'!': AND APPROACH

This article t.um.eutrutes UII those occasions when all industrial firm
uud a t:olltJgtl ouunivcrsity desire to enter into a cooperative or sponsored
research agrcumuu t. These .:.ignwmellts usually fit into one of fWD
categories. lirsr, the i udustria l sponsor may desire to enter into a partner
ship reluuonship with the university to carry out a truly collaborative
research dlorl Secund , the firm may contract with the collegu or uni
versity to pertunu research aiuied at a specific goal oroud product. Often, I:: 1 i

of course, the actual arraugeureuts are a mixture [sometimes a curious
mixture) 01' thuse 1\.\'0 types or research arrangements: for ex.unple,
sometimes there muy be SOBle "unrestricted" basic research funding
mixed in witlt the other types of tunding. In each case, the specifics or
details of tlll: Ugn:CIIHlllt beconu- very important. This article will address
the ducumunt ilctually spalling out the terms of the research arrange
menl, or the "research agreement" as it will be referred to herein.
. It is also useiul to 1I0te some issues we' will nut discuss under the
rubric lll"rl~~llitn;hagreements." \iVe will exclude consulting for industry
by iudtviduul faculty and otllllr university researchers, not iI new
phenumeuun ul all Basic research funding from industry on a girt 01' "no
strings" granl bnsis alsu is l:OIlIlIlOIl in uuiversities and this, too, will not
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ample, control over the research project, any right of the industry spon
sor 10 exclusive tuuding.of the specified area of research, and patent or
puhlicarion righls oftun turn un the defined scope of the research project.
Failure 10 have a woll-delin",' scope can lead (and has led) to embarrass
ing and cpstly disputes over who owns the patent rights to inventions
tuadu I,)' lhu rese.u'cher (or-tilt: researcher's organization) during the term
of the hl~eilrLh ugreumunt , but not necessarily as part of it.

t\ lI11lvniSIl\, ;-,IIOllld IIllVt:!" IIldkt~ a firm cummitment to achieve a
1'>l'tlcdit. l't:sl~lll'dt II-JSIJlt, ur Iu iJl.hitlvtl Ull.\' result for a fixed or guaranteed
iHlHJUIJlo!' fllfltlillg. SUt.h d (;{lllJlIliIIlWIII is ill conflict with the illlwrently'
IJjWIl·t~Hdt:tlllaIIJrI·.III :-'l.it\lllifil, rt:sl:i1rch. Cuarrtlllt-Jeing I'lJSlIltS (especially
ful' u sl~1 i1ll1l1llJlllll III111W\,J i:-. ...,lJllllm!Jcd i1HHlllgllllS II) asking a pJJvsician
Ill' a liI\\'VllJ' 10 gl"tl'illllt~t: ·llw I't~sldls of" flItHlic,d lmallHt!Il'1 OJ' litigillion: it
Ciln', Ill: dlJlll' illId 11 \\"IJldd lw Ullt:llJiud til purport 10 do it.

:\ddilltJlldlh' 11111\·"I.'illil", d!l' !IIIlIPrldil I;j\·l'\l'lllnl fin;llwi"ll· ri"k

)';~·w-"~~:"~.·.)''''''''''.
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D. (~l)N'J'I{UI, UVEI{ nu: (:1 j,\jj JIll: J' (JI" rur: FLINJ ILl) RI':SEAI<t :11 PI{(I(;I{i\ivl,

Universities traditionallv avoid any hint ofcontrol by the industrial
sponsor over the specific rnseurr.h pnlgnllli he iug funded once it has been
initiated. This msjstunr» gUi~S IIJlllt! very heart uf an academic com
munity's concern over iudustriul spuusurshf p. Jt involves the ubiquitous
(albeit not always clearlv dt:fllu:dl concept of threats To "academic
freedom" and to "St:il~llliliL inquiry," Most industrial firms that have

aversive institutions which have 00 legal right to place institutional
funds at financial risk with speculative research commitments, The con
sequences for unauthorized expenditures can be severe: the institution
may be liable for improper dfversion uf charitable funds, 10 or it maylose
its tax exempt status if it "erlllits the fruits of its operations to inure to the
benefit of a private parly,"

As a result, oue of Ilw first provisions that should be written into a
university research agru.uneur is (1 statement thai it wiJl be carried out by
the university on H "best eHorts" basis, with no financial or other c_~n
tractual penalty for default, tlXcept of course the nght of the sponsor to
withdraw its support. The itlt:iI of such a provision may sound obvious to
members of Hll ucudemic r.unuuunity. but it is foreign to many industries,
phrliculurly those not CllIJlIllOIlI)' dealing with universities. Universities
must remember thut indllstridl orguuizutions <Ire typically accustomed to
firm performance conuniuueuts, Iixud prices, and provisions which
allow fur recoupment of dillildges in cusu or default. These types of provi
sions should be foresworn \\'IIt!J't: l hn party ruspousib!e for performing the
research is a nonprofit. lax exoutpt university.

III Many [unsdh.tious . .'.tl\ Ii .I:; j "dllulllld, ill recent years IHIVIJ revised 11ll! gunerul
standard of caw upplierf to ,i \\ jlll"d" 1nl,,>l!:I: " 01 iI uulversttv urgunized as a uon-prottt COI'

poratiou. 'l'IIlJ tWIIlI is III IIJ<:Il..t' 11,,11 "ldJJlLlltl uurru liku tbe sruudard imposed (III the directur
of II general IHlSiJUlSS curpnrnuun. .r: J Illlll'<i;,lt:d with 11m strict liuhilil y irnpused 1111 111I~

trustee ulu trun trust. .sl:l:, u.g . {:;II (:lJljl. {:lJlh: ~ ~:!:lllC}IUI!et'iliM 1!-l7!-l); St!!! [llso I Ii Balian
tine & Sltlrling, Cal. CorjJ, LiIH:'~, ·\Ob (J~I:JII--llll ed. 1!11I21: Tho now ramous 'sibil!.\" lIosl'i/u!

caStJ also applied this "m()dl~l'Jl If(~lld" ill 1I11~ hospital selling . .sell Stern v. LtH:y Webb

HaYI~s Natiullal Training SclIIU,1 lUI I Jf:,lI:llllt!SSt!S and r-,l issiuJliUies, :HlI F, Supp, ItHl:I.' Itil J

(!J,DI:. 1!17·iJ. NI~l'l)rtltf~I,~ss, l!ri:, "JIHllld filiI ohscllw Ihe faclllla;, inlllust jlll'isdidiollS, II\I~
funds ;lJld otlwl' assuls 01' IlOlll'lllprldilJ\ lllliVt:rsilit~s aw, hy lav\' , chilfler, 01' UlllSlillttilHI,

dedjt:alt~t11npublit: Ill" chUl'ililld': jllll'l"':"::;: ,'.t:t!. I:.!-t., (: ... 1 {:Ul'jI. (:lHll~ ~ 5111 (1J1~ufillg 1!11'!11:

IB Ball;tlllint: & Sterling, slt/,m,:-' IOI>-ll~IIIl<l1 141h I~d, l!JHl). III Sllllle etHiCS. Ihl!Sl~ ilSSl:tS ilrt:

iJ"ljJl'tlSSI~d with dll i1Chlid dldllt,IIJl,; HJhl Slll.1I lunds itlld asstJls call1lui. tlwwlore, IJl~

(livl!rll:d tu pt'iViltl! ul' oilier Illlll"'.',l:" '.\ i IlllJlll vilJliltiliK lilt: laws, I:hal'ters, til" l:tJllSlil ul il)ll:;

untler which lhl' lll-Ji\'l:lsitil~S"Jh:l',dt· 1:\'t~IJ Illilll:]' tIlt; lillBl'illh,wl slilIHI<lnlull,an:, tlJlivl:l'si·

Iy "lru;,lta~s" LtJultllJl: l{lund glJlll\ \>1 lJII.>,IlI;llldf.WJlWIlI for aulhol'izilJ!-t Of JlI!l'lIlilling :-iULh

divl:l':-iiOIIS .

II St!,~ I.IU: ~ :illl!cH:ll 1\\1:.1 '-;UI'f! I~JII:!1 whidl providl!s Ihdl tlH~ (!XlllIlplioll trllm

I't:dl~nd illl.tJlllt' Iii' allu\\l:d ll\' \ ,11111,11011111: I :lJdt: \\ill '.lIpl\, ulily til IhIJSI~ III'!--:illliz;.liIlIlS

'·tlll parI 01 lilt: lit:! 1:,lflliIlW; III i\ hi' IJ 1111111':, !II tllt~ ht:lldil 01 ,IllY priv,lll: l>hitwhllltll!l' 01 lll-
I "-, .".',

~:
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B, N,\ r ,,</ .INIJ 1,,,\ lENT OJ- 11110 SI'tJNSflWS"COMMITMENT TO rru; j'l{QjECT,

Fruquunt lv. all industrial sponsor would like to fund a research pro
it~t:l tor as lilll~ i.l~ lll~~ msecHc~.1 se:~JIIs to progre~s in an acceptab~e manner
or as long as It his into the lirm S overall research and markel ing plans;
when Ihe research no longer meets the firm's needs, it would like the
I'ighl III cease fUllding the pruject. If year-to-year funding is compatible
with the uuivursity's needs, it may bewill ing to agree that the firm has
lite nghllo l:UllSt~ sponsorslu p at the end of each year, After all, univers
ities have iJiHllo live with tlus IlHl(ll~ of operation with most funds receiv
ed Iroru IJw I'edtmd guvurnruunt 1'01' many years.

Utluu. htJ\\'I~\'UI', the ullivt:rsily's needs will require greater stability
in tile IUlldJlig .urungunrunt . Hj~Gllise of Ihe need for J1lJIA' staff Ill' fucilities
whioh wuuld lunl utherwi su IJl~ requi rud, the university will \-\'aIlt an
assur.uu.o fllill industry will /101 "bail out" from H successful ougolng
research .prujout u ud coutiuu« the work on its OWl!. Thus, it may be
necessurv to Illlg11liilin it pl'UVihioll by which the industrial sponsor agrees
to Iuud fhll jJl'tljucl, within certain ovurall Iiuutut iuns. for so long as th¥;
reseun.h jll'Ojed Illut:ls certain clearly dufined milt~stulles.Ofcourse, th~ II I

ululitv III 1~:1ti.lhlisll .uul agree upon such iJ~termmlialtl goals or "gates"
depends 011 the dl~grtltllJfspecificity to which the research project, dod its
inlenuediatu and ulthuute gmt/s, lend themselves. Although often dif-!
ficult 10 set Iurth. i nturmed iutu "gutus" should be identified ill lIw agree
ment with iI IH't)visilJlI wlwwl,).' Hill spunsur agrees to continue funding
th~ project. ut agwl:d upon lovels. as lung as the research conrinues to
meet thosllldrgds, unlil either tlw lillie 01' fuuding negotiated ful' the totaJ
project have uxpin:d.

~),
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C:lll.l..-\llli!C\,'IIIIN 11\ rill-: lNIJlISI'l{Y P:\lnlt:IPt\NTS.

Tlw IH(JI'l) lilill 1111: proposed ilITilllgem,enl lakes Ihe form of a
cooperalivi~ 1i~:wiln.1t dfurt, as oJlJlosed 10 contracttnl research, tlw more
likely il i~ tlItll qllt~slliJllS will ilrisu ast" industry':; nunfinancial clllllrilJll
tiolls III Ilw pltlJl:l t ThuSI: uJlllrihuliollS should be spelled (Jut as cltHu'ly
itS JllJ~~ild,: III lhl: dgn~t:1l1e1l1 III avoid misuuderstandings as tlw prujm:t

pnH.I:ed:-.. TIll: Illllli\\ lllg lJUt~slilllls illllstralu pU::isiblll problem i.IrUiI~.

Peillilp~, ~,IJIIW I'\(;lil. :-;IJUn,l~ lIldlurialjfor exampltl, lhu subject lllatter
of Il\l.~ !1~S.:d!t.J1J I~ III IJI~ pnHluu~d til' t111\l:I'\'\'it'~,supplit:d h>, tlw indlJstrii-d
::iIJlJlbtlr. \Yllt:ll i.... II III hi' dl·!i\'l:n:d ~ III whal contlitioll'( Iluw ,,\'ill it he
tl'dJI~Pt'i'II.'II,(

hudiH'I.\' siglliJiLdlli duulillgs with uuiversitles realize how irnportuut this
mauur IS i.. uui vorxity reseun.hors Hilt! will ag ree to a "hands (JJl" ap
preach. tlXl.t~pl liJf i;lpprHpri(jlt~ technical repl~fli~lg ur collaboration.

L. 1-:\( Ili;,]\!. I{ICIIT en uu. lNlllhTl{I:\L SPUNSOI{ TO FUN!)

!H.:-,j·..-\I{111 IN 'uu: AIU:.\ INV( JJ.\TIJ IN TilL ALI{I~I~MENT.

\Vhl1u universit res are cnrruct ill rejecting uttumpts by industry to
conunl utthcr llll~ 1I1i1II1Wr ill which wsei.lrch ls done. or explorauon into
areas not ctJvi.:l'ed hv llw ugn:umflllt, a sponsoring firm may havou
legitililatt: H:.bUI! tur dtHnandillg the right to be the exclusive funding
SlJUrCl: 101' a prujl~t.1. Where the sponsor is funding research in i.l. fairly
\'\'ldl~dtdilH~d«reu, wu h the hlljH: uf commercially expluiting the results.
it may d~~sjn: to Iwgoli.i1l: cert.uu exclusive rights to lise ihe outGom~ of
thaI rusearch. Fur l:xample, thu spnnsur mayrequest the right to all ex
elusive liCWISt: un <Illy piitelltahll-:illvulllions 'which result. In this case it
will tit: impurt.uu til t hu sponsor tu assure that the results of the work are
not . 'r.ontuuuuuted ' with righls vested in at-hers, particularly other in-I: II I

dustriul or CHIlIIIIl:rl.l.d SpOIlSOI'S, hut ill many casus also including the
federul gnvuruuunu. III these s itualiuus the sponsor will usually insist on
itll agh~umt:1l1 hv the uulversitv that it will not accept funding frum any
other SlHlI'U: durillg tilt: r.ours« of tbu tumliug agrcument whiclt could
adversul y aflt:cl Its JqJ,hls III 1111) fina l result of the research,

TIll: cxtunt 01 i1greellHml !4l'i1l1tillg exclusive rfghts to fund a research
project will v<!ry dt~Pt:I\(lillg uu thu facts of the situution. 1.1 may be worded
geuerullv to pruhilu: the univru-sit y from accepting money during the
course uf lilt) jJl'ojt:c1 widell wuuld nltur the rights of the industry to that
research. Or the pruvisiull lIlily cOlltain all al~so}ule prohibition against
olher sponsorship Ill" IIII~ sdlllll rt)st)arch plujeq withoullhe original spon
sor's COIIClint:W:U l)t:l,H~lllIlilil\', tht: Jltlrlies Illay prefer to agree to ex
clude idl atldillullal sl.HHlstil'ship I~Xl;llpt for specifically twumeralt~d par
ties, as when: 1111) jJarlius dtqwlld 011 cOlltr.iuutions frolll the federal
goverulltellt or 11111i:1' IlllllC,tlllll1ll:rcial SOllrcw".-

I.........."~::;;._""... .J........."'lIIl..lIIIailllllillliiilililiifl
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Perhaps fal,ri(:at ion ur It:~-,:I IJlg (II ruateriuls. whir.lr can better hu done
in the industrial sen ing, is to hn ptlrforJlIHd by lilt: sponsor. \-Vhu decidus
when it is to be done and ill what qunutity? Whut limitations (JI'l: tlwre 011

the nudustriul spnnsurs IJIJIJ1~."iiJllS III produce. deliver, or lest"( "V hilI if
the sponsor faib tu pruvirr» 1111: l1Iilll:rials'! w.n u.e sponsor provide urlrli
tional funds to tho 1IIliVer~;II\' ILl obtain them elsewhere'!

Frequently, industry will un.vide scientists 01' technicians 10 col
laborate with.the uuiversitvs n.sonrchcrs. 'I'he parties should specify the
details of such efforts. What is III lit) lilt: division uf lubot' between stafP If
the industrial ruseuruhers lin: 10 wnrkiou CUmrHIS with the university
researchers; whu decides ,vhid purslHilH:I will he made available: the
times they are 10 he in lhe I;UllIjHlS lahoratories, and the number on cam
pus at anyone time'! It is oltun hest tu provide thai the university prin
cipal investigutor has the ril-\hl 10 uppruve which staff will he admitted 10

university laboratories, Uti \.\'1:11 us 111I~il' specific schedules, to prevent
confusion and unsupervisu.l ili;tivilit:s ill lin: labs.

It is Ierribly important for Ilw purt ius to agree that the university's
normal research and tenchiug rugi meu wijl uot be upsel. Both faculty and
students {particularly gradll;ll'~ stlHli~lIlsl cun be suriously hindered ill t11t~

pursuit of their normal n:~I~..n.h uud utIucat iunul activities if adequate
care is not taken tu pWVDll1 tl i-u-upf iuu. The academic infrastructure ill

volved is often fragile at lw,->l, «ud it is cru..iul thut mtrusinn.of industriul ly
sponsored research dues 11111 ililvt:rsidy utfect the normal academic en
vironment. More i mportuutlv. thu iudustrtal sponsurxhou ld not be placed
in a position to divert student or faculty tuue and effort to its commercial
use (except as the agreeu.cut provides), Attent iun to this prohlern nut
only will protect ongoing iJCtldelllic activities, but also will deter poten
tial accusations of ilIlpnlJIt~1' alit! illegal diversion of the university's

assets.

C. 1{1':I'(JI<TINl: /{1·:ljlllJ'EMENTS.

The matter of reporting l't:quinmwnls should be disHnguished from
inappropriate attempts hy illI induslrial sponsul' to control the actual
research project. Hem, thu Iu:-;IS should he reasollCtbleness of the require
ment and the feasibility or pl'acticality tJf tlw reporting. Smne sponsors
may ask for monthly tlH;hllical progress reports which are really too
burdensome for the particular researcher to produce, Olhersmay ask for
long, detailed reports I,.\'hit:h absorb an undue illllount of time otherwise
beller devoted to the WSl"lI'ch "rlor!. Th" university researchers, 011 the
other hand, might preler '''I """tlal report only, or if possible, no wport

Iat all.
A good cOlnpromise i~ otten to provide for a quarterly 01' semi-annual

reporl consisting of an oral n:porl and illteradivtl discussion, followed by
a short written sUllllllary III' IlIilllllt~s 01 the meeting. This IJrocess tends to
furnish the informatioll n:qllinal \,vit'li the least ilmount of adlllinistmlive~

.~
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grilll! fur the use of msean:her X on an· ull.restricted oasis and $~lu,OOO as
cHI ildvilllCt~ lu bll wwd fur the first quarter·of the specific research project

dt:llli.itld lllltlH~ ruseurchur. In addilitJll, periodic technical iuteraction is
uunn (:xu:t~dillgly uselu l l u both parties.

t :aft~ 1I111~1 ..liso bu takuu to prevent unrealistic cummitmuuts as tu
tlllilllLiid WIJUrliJlg. The university shou h! not be committed tu monthly,
01' even qu.u rurly. financial report's by, for example, the ltllltlJ of the
mouth. il tilt: uuiversitv linuncia l reporting system cannot rhHvar that
resu lt Without sllta:i,d hunuc effurts. Ofteu university systems are not set
up III rupurt Ull Ihe [inam.i,..r! cundit ion of research projects until approx
iruutel y Itw Iwcut y-fifth 01 lhe following munth. Because most universny
fiu.uu.i.rl wpllrtillg on sponsored research is associated with repurting on
Ieduruf ly-fuutled projects, it is probably impructicul lu agree with an in
d u striu l HpUibUI' ttl Iuuish differenl or earlier reports. (Of course, the in
dusuiul spuusor lIIay he willing tu pay for the additional expuuse. Even
thou. it IlIiI.\' he un unwiso jll'i.lt:tiC(lto ~)ugin unless the university is
prepared sillJildrly III custnuuzu reporting requirements for other spon
sun,.!

IIkoii.'...,,' • tit·
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sponsored under the agnllJllhHIL I"iny thousand dollars are rhun 10 be ad
vancud 011 or before Ilw first 01 each of tho three fullowiug quarters, ill

each year, all to be useu 011 fhe sponsored research project. This reseuruh
agreement helps 10 lullill two research luudiug needs: funding Ih"
specific project" and provlttin~ money which is essentially unrusuir.n«l
and can be used by lhu resenrchur 1'01' busic or other research of his or her
choice,

I. Cm.II'I':TINl. IN n:ln:'iTs IN '1'111-: lisE"" RI-:SEARCn J{I-:SIII.TS.

This topic brings us til <Ill urea identified hy many people responsibln
fur university research ib t hu ·mosl difficult in working out research ur
rangernents between uutvutsil Ius and industry.

Freedurn tu publish 11lnt~1l confused with the general concept of
academic lruedum] is d dt:ep-sqiltud manor of principle ill academe,
which has at ils base i.l t:uriolls mixture of H need tu be uhle to publish und
a sort of acudemic "llJdt:hisIlIO" thai sumeti mes defies description or
categorization, The IWI~d III publ ish is based bulh 011 the concuprof lhe
free exchange of ideas i1l111 k ncwledgu. which is so essent iul tn scientific
inquiry, (llld on the fur.! t hut u niversuies are usually tax exempl institu
tions which Blust protuct Ihat status ill order to exist. Lot In any event.
freedom to publish isu-s-uuy. t1w---giJvf:lrning fact of life at mauv. if nut
most, research universtu.«. II cnunut , and should nol, be bargained away
for funding. industrial til ut lu-rwise.

This prurnisu, of UlllI'St~. hl'lllgs IIle university's principles into basic
conflict with a valid Clllil:t;1'1l of many industriul and commercial urgani
zations. Although somu i ud ustrtul fi rms cbtuiu and "sit on" trade secrets
or other proprieturv iutortuutiou {usually purceived by academe and the
public as i1 "suciu l had"}, IIIBIlY more urgauizutious seek 10 obtain and
use such informiltilHI <lS,it Ilt:cI~ssary liar! of the production or delivery of

their goods or serviu:s IlJ tht~ pilblic la. "social good"l, The trade secret is
often the vital link whiLh pruvidtlS the firm with its commercial niche or

u The illlporlancH (II IiiI' II't!I!(\UIII lu puhlish, alld 10 till Sll prolllplly, to <III orgalliza

lion eXlllllpl under § 5t11Icll,11 III Iht! 1l11l:l'Jlid l<tlVlllllle (:0I1t~ Ull tlw basis lluil it I·Hlrlurllls

sdenlilit: resean.:h is disLlb:>",j III dddil by "t~rl:t', ill Tux 10'.\1'1111'1 ()/,gullizClliom; IIlUI Com
lIwlrilJllr .sPIJJltilJluJ St.i'!lIllll' lk:.t·lJn It. !J I (:111.1. &. I J I.. li!l, n-7ti (l!lU~-1911:!J. .')/'1: ubo

Twas, l{tlg, ~ 1,501((;)(:l J" I (11)( 'j I ( I !17!i), dnd t(t~\'. Rill. ~!lti, 197Ii-:!: I :.IJ. 14~· 143, which ad

dws:ms Ilw quesiiollill Wllt~ll \ 1I11111lt~ILiallv SlllIJlSIJf{~d ItlSeiHch perlornwd by a § fiOllc}{:I1

tax-exempl nrgalliLilliull IS 1,t1lj:>i;jl!n~d lu be cill"lied till O'ill tllll puhlic inluresl'· and Ihus

1.01111';'; within lill! llXt~lllplilllJ dud \\'11l~1l, Oil Illt~ ullWI halld, ,..uell w,sHan:h is regarded ilS

gt:IlHfilting \Il1wlilhlt! busilll"'S illl IIIlit' Tllt~ fighl III pulllisil fwdy <llld prolllJllly tulips
t~slablish tlw Jlt:l;(~Ssary sllllsl.lllll,d WI,Jlillll,.,lllp IJtlI\\,t~I~1l mSHiln.h and fUl'llwl'i-lllCe of lite ex

empt purposl:. J!uiJlicaliulls lll'\ 1I11lt! 1'.lrli.. ul'lllv illlportdlli where IIw university is perform

ing tor induslry "t1t~vdopIIWtll' PI ullu;1" wllrk j-(oin!-\ IJl~VIIIIlI whal tilt: I.R.S. will acLt~pl as

o'ft!sciuch" Ibill tails lllldl~l Illt' t.:\,ltI:.IOli hUlli UIll't:1dh:d husinHss illcome which cllllt~gt!s,

llllivHI'silies alld IUlspil,lb 11,,\\ t'IIIII\, [Illltl:!" ~ ~ll:!lbJlllJ otl11l: (:odt~. Stm Ilw IlisCLlssiulI Ull

this "(Jilll in "1~f1Z, supnJ, dl ;·'iIH, I'dtlit.lJlillly Illl"! -1llhewiu.
),1
'1
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Tile tYPt~ 'lIld Irequrnu.y of appropriate funding will vary con
siderably with tht~ circumst.mces und the usual practices of the particular
uuivers ity involved. If a-university is accustomed to working 011 letters of
credit ur other tonus of adv.nrce fund ing, it should hy all means request
advance Illuding' ill such amounts anti frequency as will assure uninter
ruptud wurk 011 tllt~ research project. This type of arrangement works best
it oJ detuilud sdltldule of Iuuding , by dale ant] by amount, is set forth in
the resc.rrch i1t:\I't!llllltHlt itself. Of course. arrangements can be made
wherel.y rh» university rnakus periodic estimates and requests for fund
iug BHI this type of procedure introduces an element of uncertainty into
dw IllUdillg urtuugerueut by requiring industry approval for each request.
And thi:; approach inevitably ruquires mom administrative time and ef
fort on Hill pHI'l of all conCf~rnedo It is more convenient to use iJ schedule
agmed lIPIJlI ill udvance if the necessary riow of funds can be reasonably
estimated ill advance of tlw IJruject.

Ollt: variety (~f funding ilITHngenwllL deserves special attention be
cause it cOllwlIlplates two differtHlt types uf advance funding to achieve
vital cUlllpltlllwlllllry guab, The firsl kind of hUlLting cuvel's the actual
costs or exptmditunls (buth dimct and indirect) estimated to be incurred
in perfurming t1w specified vliUrk. The other purtion of funding is in the
nHtuft!of a grillli ltlr use by llw university researcher in an unrestricted
Wety (but usually within a :;pecified area ofresearch). For example, HI11IiIl!j!
dll.slrial sponsor lIlay agree tu provide funds in the amount of $250.000
fur t:ach uf three yeal'~ un the following terms: all or hefore tlw beginning
ul each year II", '!Ju",,,r i, lu pal' $llJO,lJOO 10 th" univ"rsity, $'ilJ.OO as a
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" Tltl:; .~ILld)-' \\,,,:, LlIHdlltli.:d III t1w Sl'l'Iug Of EJH:! by the author HS il portion uf lhe

n:',1~11H,1J lUI Ill,:; di~M:rldllllll itS pMI of lIlt: tCljuirenuJIlts ItJl' il Ph,D llc~reu ill i\ldlldgemcnt.
El}>hly jlt:bOIl:> III illl!ll.:.trv i1llh", ll'vd III vlUJ presi!lunl, dil'l~t:lor ot' wsearch. III tllHIVtl. were
ll'll'fil:d, ,l~ l"I~]I~ ~1~\t~IIIY'l:ight IWI:-.llllS 1I1l'IJughly t;Ollllhlrablu st,llus wilhi]l Illl) forly-eighl

1!1lIvur:,Jlu:.... \\ hll.lll.tllil>lllult: ltll~ II S, lIH:llIlll~rs of tilt: AssliLidlilJllUf Amtlfll.'llli Jniversities

l.\,-\lii ni,; i'i~,.,;dl:,;J! [hit:. :>huh .H!: im:h!d!;d iHlh:(: disSHt'I;ltiolll:ntillml Th .. ."v'tJvd Jururul
1/1" lJIIJwdllll"IlI:, td IJlql/(l\'t~d Illl,1 ,\'1/\'1'] 11111\'1:l'sil}',I/ldlJ~lr)' Ilt:"'l~lll'l'h Htdufl"IIShips, tu he'
1/l,IJIII>III"~ III ,:0111\ I~Jl\.llIV 11111~t:I.~lly i\lil,];Jlilms,lllhllllclllllllal, :\1111 Arhlll, r-.'Iichigan.

, '

(;(JllljJdill\t: dd\dld,q..;t:, alll/willg it 10 prosper or at least survive. How
Lilli llll:.~t~ \Wli illl\~n::-;IS lll~ II'Sllh'nd ill lilt! research ugreemeut? I

Tid::. uu.uuctlruturu is l;lIell dtf th.ult nud sumetuues impossible, and
tlll~ I'lutlll:1J1 I'ltllhlldv It:tids III lilt: mujuril v ul casus where industry and
till: 1l111\'t~I'~llll~;' illsl Lalllllll .nriv« ill d research agreement. l-ew univers
itii~:'> jollitv will d}.\lllU ItI I.-t~t;P the msult:-; of industrially sponsored
n::'l:dl",ll 1,IIIJlldl'llti,.l. II clJlt!H!ellliallly of tilt: resultsof research is really
illlllUII,11I1 III till: rudusuia l :ilHJllSUr, thill, linn wuuld Lll~ wel l .rdvised to

h.rvu lh» JI~:->i:dll.11 jH:doTlIlt:d souurwheru other than all academic institu
I ion.

Nt:\I.'lllll'lt: ..,~, Iht:fl: illt' d It:\\' bright hghl:-o ut tho eud of this tunnel. I
tr.uu illdll.',tr\ '~, i't~rspt:lli\t:, thu i1l1lidpatwl rusul!s 01 the research are
ultuu urur.h 1111lH: ,"l:iUlllilic.dlv or It~Lhllicall~v vul u.ihln to tllIl industrial
(JlgtlllIZtI!IIJtI, IhdlJ is tlll~ kl:l:pillg uf such n:sults confidential. This is par
til.ldi.Hly II Ill: III l/Il~ LilSt: u! l lu: busic, gellt~ric n.scaruh which lias tended
III h.stur 1IIulll'SJlllll~'UI'e(1i1rr"llgt~lIIt~llls, It is nlsu true in situut iuns where
liw p.ut n.ul.u ludIJllJlo~n.' is extreun-Iy dyuauuc illld obsolescence may
Ullllt: qUIlll\', III 111i:st~ c(lsesil is much more uupurtnut tc be the first firm
wilh 111t~ It:dIIHdllgV, i:Vt~1I with u sllorl It~ud IIiIlU, than the onlv one with
it. II;cn:'I~illg 1I111ll1H:rsol' high u.cbno logy iJr!--:\allizatiull~seemto becom-
ing to lhi~ r.uur.l usiou .

CllJlljJdlllt~~ i1n~' vury lil--tllV dnJ\\'1l tutlus t:ollclusioll by .ucognizlng
th.u tlw rigId ItlJlublish is Hut Ihe Si.tIlW '~ts the obligntioll to publish im
Ilwdii.lldy, illlli IIniversity rest'.;Hclll~I'S oftell du delay puulications for
variow, rUaSllll:"i lt~gillIllHtt~ lu Ihulll, l,'ul'thtHTUtJI'U, the process of scientific
01' lecilllind IHdfliciJtioJl ibelt usually ta~es ~eveI'id Ill.onths. Thus, if the
industrial urganization is rncelvillg prugress mports on the resnarch and
Iiil:;stdll Oil Illl! St:l~Ill!, it hilS Ii ddinitl~ advaiHage ovi-Jr others lIut privy to
tllt~ n~Sl~'lrLh, ..\nd. if the It~t:hllol(Jg.v ill t~1i:11 urea is sufficiently dynamic,
that i:Hlvi.illtilt4tl lJIay be Stltllt.;i'ellt 1'01' the linn's needs,

A reu!lItstttdyll has :-oiled sOllle interesting light on 11 0 \'t/ industry
ulitl ulli\'l~rsitywSttiirch IwrsollneJ .curnmtly view the decision to 'delay
}JtJ.blicalioll dlld 11tJ\V impnrlCllll thn n!OfliOIl for williting such an agree
ment call btl. 'I'hdl study illdicated lhat eighty·two percent of Ihe univer
sity respolldullts lwlieved Ihat universities should agree with industrial
sponsors lu \..... ilhhold l'tH;l:dl'f:h re~ults from publicatiuJl during [he time
flt:LeSS(Il\' ,rUf' t!lf~ IUllVt:rsity tJri,,~ltlSlry t.u.oblu.iJI pnttmt lJlvti;cliOI~·.I~~9!9

versely. l:lghly-sevwl pefCl:1I1 ot Ihe uDlverSlty fespollueilis saId Ihal

iiiIi~ ..:~
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One matter lil.11' is IJltell cOllfused with the uiliversity's noml to
puhlishis the acceplilllLu III propriulary {collfidential Ur trade secret} ill

fonmttion from the :-OPOII:>IJ!' which is Ilecessary to tht: performance 01 the
reseal'eh, with anllu:llllljltlllVing uxplicil agreement that tlw sponsor's ill~

formation will he l--t~pl confidenlial. This is all entirely different Illallt~r

from agreeing to dtday or In keup cnnfidelllialthe results of the l'esearch
project, and llwrolllll:, IIIll ovurridinjA pl'illciplus of publishing l'e.seurch
do not apply. NlJvt:rtlwlt~~;s, Ilwl'B are praLlical pl'uhloms ill agreeing to
protect a sponsur's LtJllndt~lItial illfol'luutilJll' in tile academic ellvirOIl~

ment. All aCi:HIt.lIl1it: LD1I1IIHlllily, wilh its )lriliciplo and jJl'aclicu (Jrfl'tlt~ ex
change of idtlils, is il\' ils Iliillln: silHplV a difficult p!act~ in '.vhich !o pro

mote UlI)' (;()lIfidflllli,dlly,

universities should JIll! .rgree to withhold research results from publica
tion jor IIw Jirm's L'IJlllpdifjVt: reusons other than putmJl prutucfinn .
Thus, there seems to hav« daveluped within the academic community a
rather dear cut distinctiull between delayillgpublicaliQn for the lillie
needed to obtain patent protectiun and agreeing to delay publications fur
other reasons. This d isl i nd ion seems to be reflected in most of the recent
research agreement~ whu.h wu haveexamined,

, The contractuul urovisiuus defining the·agreement lu delay puhliru
lions until patent prot.n.lmn Is ouruined vary couslderubly. Some provi
sions are quite simple .uu] vnryguneral: the parties merely agree to keep
confidential and not puhl is]: any results of t he research until adequate
steps have been takuu III PHltucl the patuut rights of each. Some pruvi
sions are runre elahol'dlt~'dlill requ irn a pre-puhlication notice to be senl til
the other party, or 1~,,->lilIJli:,h u specific lime puriod during which publica
tion will be withlu.l.l. :-.u thut the party lIlay file patent applictttiOlIt1.
These periods typicillly nlllgl~ 1'1'0111 Ihiny to uinuty days, although some

are extended tip 10 six mouths.
Otherwise, the a~rut:IIHJ11IsgHllOn-dly do 1101 give to the i ndustnul

sponsor the right to dpprtIVt:, or eve II to review, publ icat ious prlur to sub
mission tOI' puhlicut ion. It is nut 1IIlt:OllIITiOn. however, fur the parties to

agree that resuarr.h sullillitttld for publ icatiuu will simultaneously he sub
milled tu the SPOllSOl'. 111 HIt:sl: cusus , the f'irm t.au take comfort Ihut there
is a considel'dolo tiuu: IJt~l'itltl, Iypically ahout four months, bet ween sub
mission fur IJllbliciililll1 ilnd 1lcluul PUllliullinn. Must univursily w·
searchers are likely III Ill: I'lIcuplivlJ 10 IBgilimatt: CIHlIlIlf.mts or criticisms
from tht: SpUliSOI' dUl'i Ilg Ih.d t i lilt!. Pn:su mably, however, challge::; would
lIot be made merely lll~t:~IlISt! llle n:purt I-llau~s the sponsor or ils prodllcts
in an unfavorable Ii~lll or tlllll:l'wist~ decreases the sponsor's competitive
edge, In the last ullidysis, Ihal dt~cisiOIl must he left tu the individual
researcher, who 1l1liSl n~lJltlill rruv frolll any contractual CIHlllllitlllUllt

limiting the exercise ld jlJdglllt~111 as 10 which commtHlts or criticisllls of
Ihe sponsur shouhl In: I'dluded in tht: filial pubJiL:ation.
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license in the uppropriate-cnse and with tlw proper march-in rights,
("March-in rights" am rights ill the licensor, typically to reclaim from
the licensee all 01' certain rights ill the invent iuu or to require mandatory
sublicensing hy the licUIISI:B it' IIIII [at ter does nol take the steps necessary
to develop and market thi: i,II\/I~llIiIHl in H timely tashion.] Thus, while pu
tent rights are i11l lmpurt.uu dellHJI1t in the nugottation 01' any uuivursity
industry research agwl!l\lI:lll. llruir resolution is less troublnsorne j hun

once perceived.
Oftenlhe first puiur ut coutcutiou between the parties i~ whether Iillo

to patents on inventions lliildll ill the course of the research will vest ill

"I the industrial sponsor 01 ill llw uuiversily.Jt has heen our experience that
all exclusive licensu, prtJp,~r1v drilllwl, will sutisf'y most industrial spun
sors. However. SlJlIW 1I1dlb!riill 1l1'!.!,i1l1iziltioIlS will 110t acct:pt ullythillg
less than titlu. III Iho,'il: 1.,i~,i~S, ltlllt::;s thu university will Hgme to assign
title to the sponsor, i1gl'l't~IJlUIlI Illay nul be possible. This problem has
proven tu lw IJw ux{:t~pli\lJl ratlmr Ihan the ru l«.

Most uuiversit ics . givon tluur druthers, would prefer 10 grant IlUIl-,

exclusive licenses, as (Jpposed 10 exclusive licBllsus or patents, because
they are more ill km~p,illg wi th tilt! ac.adotnir: concept of free and broad
dissemination of Ilt!wlV dl:tjlllrctl kuuwlodge. t lnivers it ius often have
specific wr-ittuu )Julicit:s dl!dal'illg Illt~ nun-exclusive license 10 he tile

preferred way to lict!IlSi~ p.nouts.
Particularly ill Ilw l.it:;t: til gllllt:rit: msearch sponsored 011 a mu ll i

sponsor or cousorliuru hd~;i~; lhe uuf ustr-in l sponsor sometimes will agree
in advance 10 ntlIH~.\t.lII.'i1\'t~ lit:tnlhes. The dlll:isioll to ilccepl il 11011
exclusive licnllsu uftt~1l \\'111 dlqH~nd UII i1w SPOHSOI"l'i Ct'jlllpdilivl~ position
in ils field (if dtJlIlill;J1l1 (II' 1,1I'g(~ t~II()Uglt, il lIlay rei:! able tu ftH·tlgu .I

prui'l:n:nlii.lI palelll !HlSllilllll. Illc ~;izl~ 01' itsinvustlllUll,t ill !lw pl'lJjl:d, Ill'

llw illlpOl'lancl: t)f lIlt: ri·:;lll!.'; I Ii I lin l'drl it:lllur rl~st:i1l'ch tll the fllltln~ of llw

SPOIIS()f.

The goal uf grullling IrCi~ i1CUlSS to illll()valiollscroaluu by lIlliVHI'S
'iLies is certaillly laIHla!lll"\'. IliJ\'VI!\'I~I', itS the fedoral govenlllwlll learned
over a period of many.' Vl:ill~. if a finn U:1I11101 ulJlailll'iome IlWaSlll'tJ of pro-'

lectioll by prefemntial lli.I~IISillg, il is nol likely to spond significallt
1I11ltHIHts of mOlley to t1C\'j:lIJP ilnd lIlill'kut the Iype of innovations which
typically result frol1llJJli\'t~rsitv1"t:~;t~arLh. Thus, lIlosl IIniversitil:s llJusl hn
pl'llplIred to grant e»'t:lll.'il\'t~ lit;lalsl~s ttl Illt~ ilUllistrial l'iIJllIlSlJl' ill ap
prupriate cases if thuy lin: tIl dl~i11 IdJudivuly with such spollsors.

If the parties agn~l: !Ilill irll nxt:lu:..;ive licuHse is appropl'ialo, 111t~

following issues arisu. Shutt It! Iht~ licoLisu Iw rill' a tmlll uf years, 01' for Lilt:

lifu ol'tlw piltun!'! \\.'Ildl riglds willllw uiliversily n~Sel'Vll sO Ihal it call1lsn
the illnovatioJJ fur n:~;t:dILIt. l:dllt:alioli, alld Iht~ pUI'I'{)I'llliIlH:n nt'ollwr'ctllI'

lrads'! Whilllyptl or H'l'illlillg IHI IIlVI~lIli()IIS \..villl,,: wqllil't~d. illltlUlltltll'

whdt cin:lllllslilllC:I~l'i 11Ill:'! ~1H,h n~plJrls Ill: lIIadl~'~ VVho will fjlt~ 1111:

IIH~cl~ssaJ'Y pah:!!! apl'!!! ,11 I!ll!.'; d!H! J.Ii!\' for !IHd!' l:lJ~;ls'~ '!Vllal dt:\'ililljlIlWIl

·Ial UI' pel'f(JllJlilIlU~ l't:lItJi["t:IIH~tlt~, IIlllsl hll J1lld by llin iIHIHslrial.licellSt~l:ill
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Thurn ilb(, IIt~l~d 10 btl dt:ill'~cUt contractual understandlngs regarding.
the \lJllivnl:,II\,'~ 11,~iJt 10 dis~I~lIlill.lIe Illl~ same LlI' similar infunuatlon if
n:ceived \\ itlnur! n-sfru.t iuu lrum suurcus other than the sponsor. The
uuivorsirv llt:tab Id IH~ Pl'lJlt~t:lI~d IIOIlI liability 01' criticism if otherwise
confid';1l11<l1 .';pUII.,)111' urfutuuumu gt:ls into the- public domain without
univursit y lillill

\\'ilh till: pillpl:l tlril~lItalhlllnfllw universitv research team and proper
drahillg of tltt: 1l~~I;;lrLh i1gl't~I;JIlt~lIt, tlwst! matters call be dealt with to the
satief.n.fiou 01 1111111 part ies. Nuvurthules», "'ill lhu [iuul analysis, each
uutversitv Illlbl .hu.tdu whutlnu it wnuts 10: suhjec: itself to the internal
controls Ilt:I,I~h~,,11Y III na.oivu .rud 1J1'OII~ct sponsor-Furnished proprietary
inf'Orilldlillll Tlw u nivursil y dud it:. lilculty JlIu~1 also decide whether
IlIt:y dn~ vvilluu; III iit.U:pt lilt: ddvt:r.'il: i mpuct [ullnut often relatively
hliglill 011 tlu: lll:'~ lllh'lt:lli.lIlgi: III iuturuuu ion alllolig luculty and.students
\\ hir.l r could !.Dlllt: 111I11l pruludiHg ,Ilt: »ponsur's iufurmat ion.

t'. I':\II<NI" 1{ILiITS.

l'utcut llghl:> IlivolVt: unuthur important, highly publicized area of
dispute bUIWI:t:1I lIJ1hl.'llfV i111,t111IJi\/t:rsilii~l'i.• [owever. there are several in
dlGJlinllS Ihid UIJllt:lllillll ovur patnlll I'ighls i}; not iJS serious a pruhlern as'

it 1IIi.1)' IlilvI:·IH:t·1l .. It~\\' Vt:;lr,..; dgU. Fur whatever combination of rcusons ,
PiltlHIl i1ppliultllllh llit:d by, and p,JlI~Ill:; issued tu, United States inven
tors h.rvu du,llllt:d Jlldr~udly IIVt!j' thu IHIS! sevoral years, both in ulisolute
1l1l11ll.H'rs dud It~Ltll\\: hi IOI'l~igll ill\'I~ld!ll's.1oI In tlH~ opinion of I'rnfessor
1{i1\llIlIlltl \'I~J'lHIlI III l Lrrvunl. lIlt: !'t:,tStIJlS for this dl~clilw aro tlwl: "'\Vith
il SIH;t:dillg up III 1111' Iedltll.lllglL,d (:liillige-, Stlilltl UJllljJilllies pwfer to
kt:tlP tlll:ir 111111)\',11 illl!.'i 10 tlli~l(JhtdVI~S rilllwr thall publish their I't!sults.
t\1"1'I~ln'I~I, 1111' :,lll!l III IIIJlIl\dliUII frolll (n~idillg IH)\.'t:! prlldlll:ts t~

,. , , ,illlll!
dt~vellJpillg tll:,I-I\:iltlt.lllg pnulllt:b ~IIHI !lJ'tH,':i;:ssus also IOJlds to rt~duce th •. ,
iIIlHJV,i111I"S .\\ ilJillgJll'SS III pilll~lll. ")~

'J'lwrt: lJppl~drs til 1)1: gnJ\ving 1"t:t:{)glliljOl~ thai <Ill exclusive li"f:t~nse to
il putellh:d iJJVlnlliillJ. litle lu \\hich is rdaint{d by thwullivl~rsity, \vill ac
(';omplis!l "ll\w:.1 1'\:t:1 ylhillg IIJI' tlw illdllstri~1 spollsor Ihal uutright title
to Ow pi.llt~1l1 \\ ultld dl.l:Ulllpll.'·;/1. I':xclusive ;COIIIIIH~l'ciaJ use fur l:il~veral

years. 1Il :-;lJ'lllt~ t d.'it:,'; 101' Hitl lirt~ til' lite pat~nt {Sill: discussioll tJI~low),

usuallv \villln: ~,ttlljt:lt~1I1 101' illdllslr.\' to itcCOIliplish Us pUl'pOStl [uven for
I<:IX PllllHl,C,(~~,Il'J f\ltJ~1 ullivt:r....,iliu,..; i1W wiUillg lu grillli C1n exclusive

1"1,·,.lllq>l, Il. "I,kl IUJ ,! 'dk "I ','" 11.;lIgi' IIlhll;,tlUtl,llll:"lblillJlt" ,I ;"d" til" t~X.

(11,'II~:' "I .. , ,qHl.oI ,,', ,'1 Iwit! 1,)/ 1I1'll< (h.ll! ''')I" \ "';1 ,d,~ Ill,l( i" 11,'( ,","011 \' is il "'1101"',[(:1

,,[ I'H'i" It, " 1,',[ '!IIo;; "I ,tit ·.. I!J"ldJ(!J.tI Ill:ld" IOJ "j"ll'~lll ,Il .<1, 'Illdn HII'd 1111,')" I t!,,(j'l.!!!l

\\!Ill.lllllLl,l.l····'I'"'I,d .. II, .•,,ltJJglll- t 1\( ',J~:I:ildlll:J,I'I,'"",Tll'd.... ,J{('g I I~J5-
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:~ild I I J Ilh.,,:I'ito, '( II. :1\, ll~j 'HI, Irhh II ddil1t~~ \\11,;1 gl,'ll1~ Iltl: I,ILS Iwlll:\'I~Sdllllill

lJli" III", Il'·.l 'JIII,III-,I'llII,!; ";dl,"ltl'~.l'lli!l,dI igltl:> loa jl<lkol 'TlllJsI~1lt!lllll!dlJl h 11m lest, ,le

i tlj,l JI If-', I" d",1 I~', Iltl Illllt~ ,I gl,,"t \\ lill Ii, (,d IS lil)llll~d gl'lIgJ.ljlltil.,dly \\'1111111 (lit: UllllllJ'y

of I',:dll:, Ill.II'J h l'IUII",llIl,luJ',tll'>lllll d IH!lltlll Id lt~,~~'i lh.lJlllu: WIlI<lillJllg lilt' "I (JIt! pah:lll; or

lei gl,lll!:' 111:ld-. Itl III I,!" ,oj II:>" \\ lllllll ll',llll~:' 'Jf JIl(hlS(I'Il:~, II IlH Il illl: ll~ss llJdll .dllllt: lighl:;

i.tll l'ICIl (II 1111' )',11",,1 II I"'I,~ lit,' [l,.,'·1 I "d J'Iglih hi!\'l' \,dllt' ,ll llll: llllll! ld (It" 1--\ldlll; III' (til

I ,n '~I:> l,~,~. 11'''11 Jii!lll ( LilliI'. III 111\ "1111'"1:, ("I,·n:d..ll\ 1111']',110'111 Illdl ""bl dlld ltdVtl Vitbw dt

till' lilill~ 1'1 I]" ,~L,,,tl I It'd:. l{l·i~ f; I 1.'_1., ~IIJI i!'!:-.'J dell iiI':, 111t~ ri!,\llb Idlldl (ht: LJ{,S,

lh,lll:bi:, I" I" u,-",l",L,ldl,d' 1.'1 1(1l~ pili [1<1,,,,,,,,,, ,It ~):::' I~; ,lIld \\ 1111 Ii Ibu:; Ill,l\' Ill' mlilillt~d hy

111t'lf,III~,kl"l '\ 111""d j'll'[IJdil ilq~ IJ,,: 1_;IJ!ll.d .t~~d Il~tllll'l~ III 111l:l-\ldIIL Tho PI·IIlIL... ~iblt: roleH

lilll;;, iltlll~lk 1"1 wlo-l!il<llIIJllt:",oII111,' Illl !IiI' ptl!'J)OSI' lJI ;;(!LUI'lIL!,\ jwl'lIlJ'lII'lll\ ,: t)f jlaYllwnl

h\ l!tto lL,IW,[.-I," I" ,I 11.111',,1111111, lI,\'11\ lll~ !1,llI~,tl~r:tlt .HI I·:" Ill~,II't~ liU~II."'t·l" llldJllJhH:ltln~,. .
11-,,' ,il"l ~,,'I( ),,, 11,,' 11k "I I Ill" 1"d'l.I "11.1 jill 1I,It'UlilHI ltl ',111 It Ilglll:> d.'> ilr!: 11,11 IJlCllll:>bkJlI

\\ ili, (II, 1"1 ",;;•• ,1 "1\1" ",hip 'I' II d', Ill<' 1,'II'lllilllllll d '.(:1 11111\ltl!l'II~:>1 (,b III il Vt~lIdlll"S

III tI).".L ,,- 'II,!!I,,,, II, III" IIdllll' "I", "llIlill"ll ~,llh*'qlll'ltll"'II' It ,l~d l'IlJ\'isl"lll()rlUlll:itllH~

tLlI "'<1q,.llLdlll,'I" 'I I, 11.111I1'111L 11'\,111'1.1"" "I ri!,\hh tlti, !Ill1d\ ul Illd\' Illlll" ;iubslilillial

,t1", "I< i;l\ ,'Il 'II I)" 1<'.'~Ld.lll'lI' \1 t,,'lll"1 111l':'" j,dtl!] IlgILl,. 1I1d\ til' r':!.1I1wtl d"!JI:IHb olllllll

I II, ."Ii,I"I'" "jll"" ),,,1,· 11.111 "" t"'ll Ill" 1"!~ltl,tl.it,lj III.lk,"" 1".1l 11!.11 It'!l·ldl"lllJld Ij~ll1ll)

I"'ltlll"'" .ol I,lll, 1<'1, ,dillll ,L1 "I,·,l.lI,ll.d lq..;lill;n lIlt' l'lJq'II·,I'.~ Ill,:; L.',l:,

I "I " .[ L " "'. L"'" d II Jt' d I 11'1, I H"I I" I \ \ 1'1'11 141.·111·11111: "I " .....111 'd 1'1' p<l.lt I' ( III I ~Jl ~l ~s I III
, ,. . , .. ,- ,

II", IIIILJ"·, .I" 01.1, ,J""I. "lid !:I_""II\~: ,,1 '"" II ""'I~IlI'd\I' 11' l'Il',I'~ l!ll ,III 1111,'JlIlllllS \\IlILII

Ill" i ... 1".,,10- I" II" t,d"l, L1lld"I.L 1'''"'·,1tI,'<1 '.'·~"<ln,::1t i'"'l'" I "'I' Illt~ It· ...I"III,I· -,("l:itJlI~d Pi]-

Iit('j IInl'lSS waived bv the L,,:-':, e' : f 't

L. '!'IJE I.ICl':NSINC til· ""Nuw-Ilu\rv,"

Thu licensing (II tlllPillulItuhlu or unpatented "know-how" is riot
usually a IIwjor iSSIIt: III IIlt~ ilt:Hdeillic (;ollh,lXt. Evell wilhillthis cUllt(~xl of

contracts 01' grants. l f uder tlw IWW luw gnveruinglnveuttons mildt~ u ru ler
contracts CJr grallts fUllded by lhe federul govoliHuent,]U sevurul such re
quirements exist as 10 iuventions to which Ilw university elects to take tl
tie. These include, .unung others: [a] a pruhihitiun (unless the -govern:..
ment otherwise agreos] uguiust the granting of exclusive licenses tu per
SOilS other than small husiuess firms for terms greater than the earlter of
five years from first commerr.ial sale or use, or eight years from the dale
of exclusive licensing (l!xcepLing certain years needed for pre-market
rcgulatnrv clearanr:«]: I~l (hI t:t-!rtain "JIlurch-ill" rights reserved to, and
which can be exercised dirt:c1ly by, the lerlurul governmunt ill the GiiSC of
exclusive licensus isst~d hv it unlversuy.>« and , __ ,
guverruuunt. a rtlqllin'lIlUld that all exclusive license Hoi be grunted
unless the licetlsla: i.lgrt~t~S thilt uny products t~mhlldyillg the invention 01'

produced Ihruugh IIJl~ usc I'" tile iuvuntiuu will be manulactured subsrau
tially ill the lluitud Stalus,·'l Because thusn rnqulrenuiuts allach only if
federal h;nding 01 slIJlJlort is involved, uguuunents often specify that
there will be no ret/end support which rnighl rlutraut from the industrtul
sponsor's rights,

,The second mujnr way ill which provisions in research agml~mvllls,

regarding patent rights vurv hruu the usual patent license granted hy the
universily is that the.\' uru all agreuJJw!lls mudu ill advance of lhe lnuuvu

lion. II is clOddy uuu'o dilfiudt to Ilugutiah: appropriate pruvisiuus to
cover futuru Iuvuulions thuu 10 uegot iatu patent license provisions fur all

existing uivention. Thai is d prime reuson why some univcrsit ies dd't:r a
determination as til wilellwl' any license should he exclusive or llon~

exclusive unlit aftul' 1111: 1'.11:1 LJI' invention. About the most Ihat call be
done ill prH-invnnlillll silllillillllsis to negotiilte as flexible and as com
prehensive a provisioll ,IS is au:eptable 10 both parties. Such it provision
can range from it ~;illlldi~ i1grcllllllmt 10 negotiate in goud faith any
nHcessHry, IkellsiJlg'ilJTdllgt~lIlimt after the fact of the invention 10 a
relatively c()mplell~ lit:l~II.sH i1gwlllllent, fully negotiated except 1'01' a
description of the IJdklll OJ' Piitolltsinvolved. The lattur is nurrnally at
IHchtllJ to the l'tlseul'l.ll iJgna:tlltmt 10 be eXtlcuted by the parties if and
when patentable illlllH'illiolls urise under the research agnmlllellt. This
,-,yriter personally liI\'ors thu IdUer upproach, to the extent feasible,
because of his pellchililt 1'111' cnrlainty and for settling things whilu one
still has somebargitllliJ,lg pU'NI~r,

,~ I\d ,t! J b j:~, j !JIIlJ :,' h(oI). i'lIl .. I. 1\)IJ, !Hi·;) I 'I. !J..\ :ilal :10 I!t II \llillj (Ulililit:d ill :I~J

11,S,{ , !1!1.wn·~ II II\L'h l'i< ,'''lpl' 1\' 1~i1llJ!,

:I:,liS,(,,::t.~lJ::I<)(,'H!I)!t'H/ll,'l..SIlPPIV l!Hlll!
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ureter III J dd i II t lit: I icelbt:, dlill \'V hal arc the companion ,. march-in"
rigllts III l ]u: uui vcusit y II thu lu.ouseu raili:;' to comply with the license
agn}t:llu:llls~ \V1l.1! liLOIl:-,c lut~s or royalties must be paid by the licensee
alld uru lur \vlld! dlTallgwlll~J1U l luw will Ilw parties handle juint invsn
liolls'? Willi \\ III t:IJlIlrol, illld pav fur, the prosecution of patent or license
iJltrillgt~IS-:' Shoul d lhe ln.uuau lH: restricted 10 one "fleld of usc;' leaving
lltu univursitv illl~ fight ttl liceuse the in,venlion for other uses'!

l Jut.ulud dlldh~t!s of i.'l~IWS such as these, relating to specific patent
right.... III lll~ gr,IlILt~d 10 t111~ illdllstfli.ll sponsur ill the event patentable in-,
tn rvulu ut-. lid i111:-, r' tinder Illt~ I e:-'t.~dn;h ugrnenrunt. are beyond the scope of
tid:; Milt It: l'dlt~1l1 I:UUIl:-'I~1 sluntld alwtl).,,s be involved in tunnulatlng
dgl'l~I~IIIt~llh 1I1\ld\'illg pul unt nghts" terms of art and standurd practices
iUI: llcqtl,;lill\ ruvul vm l jn tltis dn~a which ruuy he applied incorrectly by
a 1<1\' l'-i~l':'lill III U\'t~11 II.\' gt:llt~r,,1 lt~g,d CD,UliS!d.

~)IHljt~ llJlI\'I~r~ltil~S I'rl~h~r 10 dulilV 1I duci::;ioll as 10 the typu of license
Itl 1J/~ gJiJlllt:d llllid d Jldll~lild"lt~ illvlnlliOll' has ur.i ually been madu. Inthis
wuv , it is rldl tlldl lilly sjwufil: IJel'lllWllt ;~:ircllIllstallces can be taken into
ClIllSidt:I',dlllll Ilt:llJn~ llldl dt:cisjull Is madu.» Souuu irnes agreement with
tlw SPOil;,lll III dt:lay it dcuis luu may btl possible, hut sponsors
Hlldi'I'.,Ii.llIdillll\ plCllll' It) sl:llli~ t hcsu issues ill advallce,

:\grct·lllt"lIb \\ j'lli iud uslrtu l splillsors: itS 10 Ilw palelll rights they will
Ild\l~ III futnu ill\t~lllitJll.'" \'<11",\ III rwu major ruspects from Ill1lSI patent
Ilu:nst::i tJllll~n\.-I~,t~ grillltl:tl hv 1I11IVi~,.siliBS, First, most pilll~llt licenses
olht~n\ist~ grdllll,d II.\' 1II1ivl~J'silll~~ UI\'tll' iJlVenlilllls made undt:1' contracts

\.\'ith Ill' gl_dlils llllill tlit~ lt~dl~rill gll\'t~nlillelit. 'l'h~~n~l'ow, .they t'lHne INYMI!J
allilil! stl'lllg~ \\lih:il HltI). IJe dtlacilt:d tu paten 1 rights gamud IInder'such
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I'd. 11\1 il :;\1>'.11 JI .;\'['I()N ,\,-~U I Ii II-\) I L\IU~L1~SS AI ;!{I,:H..IEN'J'S.

l,'.lIdy II't,ajllt:JJlI\'. till illtltJ~lri,d SPI'JlISOr '-"till ask. tht: university 10 in
dl~llllll1\, the ~l'lJlblllll)l, alld lltdtlll ilill"lIdtlSsagainsl, allY ilnd all claims,
LIlSh;, .... tdls, null 1111.' llkl~, ,1I'i.-;lllg (ltl! III' the p'erforllldlIU~l)f lhe n~;";llijrch

wllrk. t )!tt~jI 111l:,"'l~ pnJjHJSI;d Illtlt~lllllil)' agmellwlIlS dre unlilllilt:d in
SCllpl:; lIlt:\, ,i~,k 14111l1tJt:Jlllli1V dlltl huldiIlg har~lliess \\'liholllmgard 10 the
Hiltun~ ('llllJ~: llJ)lJl\', dillililgl~ (JI loss, illId tlluw illlpOl'tUlltly, l,-vithout
regard III willi 1~,.tI l.llll!. TIleS!.: Ilroild illdt:mnHins should bu, und usually
are, ft:j,:cll:d 1Jul III jldUd. TileY dn: ovur-reaching alld unfair, and would
subjeLl iI tllli\lt:r~,1I\ hI LUlIlpl.:!t:!\' UlIKlluwn and UllIJualltified expllsures

and, quilt: p.'bsilJl\', III LilldslrtJphiL loss. ;
\;Vllt:lht~r'lllt: ll!llVI:I'~ily SIHlldd agrt:c to ~ny sorl III iudel11l1iHLiition

fUlillillg tlltht: 1IIdlJ:-.tri,d SPtJlI~UI, i1lld Iii ...vhafextelll it should do so, will
depeHd Ilj)lJl~'SI:Vt:ldlldt:lljJ'S.'I'ht:se ilH;ludt~: (l) v}'llBtlli~r tlw institution is
puhlic lJr pl"lvdlt: {~J ib i1ltulld.1I1l authority Lo'elltef Intll such agreulJlents
lIndu!' lJIll 1<1\\ \\ 1111.11 b illJplJt~d hi lIw institutioll, i.Ulll (:J) Illt: risk
assunqllioll dlltlllloilldgl~llwntphilusuphy uft~e particular illstitliliun in
volved, illcl~idiJIM 111t~ llatUn: 'Illtl l:xlt~J1I of its, inslIral1t.:t~ covorage.

111 t:t~lldili I.dSI:~, It JlldV lit: 'l[JpnJ!ll'i,ltH fOf1,tlw illSlitutiull to arrange a
" ,.

limited iJldi~rlllJllv <llltl hold hilJllllt~ss i1gwenl{~.nl, funlling 10 the SjllJIlSOr,
ior injllllt::" dililJdf!.I' 01: luss ill l.'iillg (ltd iiI' th~ udUill pt:rformuiiLi; iiI' the
I'l:StHIJ'I,J'1 ill..!,n;I~lllt~111 l!lm u\'t:r, III SlIdl tI t:ilse,4Iw expusure shuuld ilimosl

[rue pulJIH.illillll liHue nuuuiu-. d L{)lI:-.itlt:l'ilbl~ atnouut of tuchuu:a] and
procedural 1'.~:":i111:11 ddilil wlu..I: III:VI:r reaches publication, not because
of coutrm.tu«! or Ill/H:I" «xtern.r! Lllll:-.lraillls, but because of the nature of

thu inltJl'lIliJ! iUII, I If IIl:Cdl1:il! till: rt::-'t:i\n .hur simply does not get around to
publbhing II

III Ilw 1\IJIl ,tl ll/kl·t1II: Ill, I !litlt:1J1 lic;e11sl~, any need for related
"l..IIUH ·how" 11\ till: Illl:11SI~t:l:dIIIH:(.llli!lIsually Lsi filled by making the
rt.'~,t:i.1llllt:r i.l\dildh],· Jill" i udi v ldlhd i.lJlISldta(ioll. III the bf:fom-Uw-Iuct
su uutmu IVIJlLdll\ Illv,l!ved III I'ttst~dn;h agj'ei~llltllll negotiations, the
UIIIVtJl:,Jlvb ~;(flJlt:lllllt~~, LJC.t~d \\ ilkd .huuand bv .thu iudustria l spnnsor
101'.1 IIi'dISI:, III 1l~'1~ d l.-rtu III .t il , III "klll)\"\'-h~J\Y." Sud, a "know-how"
liU~IlSI: I,llf Itddll:d 1l:t:llllUltlg\ lJdrllt:ularly 011 it HUll-exclusive basis,
wuu hl dppdill Iu pJI:~,t:1l1 JIll 1 ••IHCI:ptuillof.pnll:lICi.d problem lor the
uuivervu,, I'l'll\'llkd lhu 1t~:-'I:dl"lllt~1 Pl'tlc'(Js~illg tlw"know·IHHV" is
,q..!,Il:t:itldl: d[ld II n· 1111:11:'I~ j:-, Slil'lt:ll tIl thu uuivcrsitv:« dil(l reseurcher'u
right:; III Illdllhll Ill:l:l\ Hul IjIJi:~i1Il)IlS uught urisu wuru the SPOIISUI' to
wlsh i.l1I "t:.\dlbl\l" lil.t~lIst: lUI all \IlJpldliislll~d dalil. 'rllat issue cau tand
h<lsllli~t:lIlt~:-'IJI\I:l111\ pltlvidillj~ r.lour 1Iliders~aJldillg lilat tile sponsor's
"uxc.Iustvu: lu.ou:»: l.dll [n: ldl'~l.li\'ul.\ lIega~ed 11\ pulihcution by the
uurversu , or 1t~:-'I:.III,llt:r, By bill II uu <Ign~tHll#1l1. the indusu-ial sponsor
still WilliS i:\.du~)i\'I' 'IU,t:SS In lilt: ddla IIllh!ss: Ihe I'Usuill"l;lwr goes tu the
tuuc aud tl'uuhlt: lJl 1'1iidisIJiILg II. III dddilioll,.·t1W ilgn:i~J1lellt raises all et'-II'I
Im:lI\n: lJdr ItJ all\ 1.llJlilJl:lilur's oll:CI~S~ to tlw unpublisht:d data, ,111111

N. [I~,l.i 'i· 11;\.ln.I{'d n 's N:H.,.IE.
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dJJJill', 1\/·,;l/·,f\.hl.l. l\.\ .1\1:'1~1'll·,I::'" I"IHH2~HJ

always be limited to, fur e x.u npln. llw "acts or omissions of , , ." or,
preferuhly.uh« "negHgollcu Ilfotilur fault of, : ,'~ the "officers, agents
arid employees of" the umvursuy. SLicil an indemnity agreement at least
[imits the scope of liability to something approximating that normally
tovereJ by genural liuhilltv inslHilllCH; often the type of limited indumui
ty descrihrul comes within specific "colltraclually ussurued" liability
coverage provided by t ltu illstitulion's insurance currier. \,yhere the ill"

dustrial sponsor will at:lu,llIv IH~ clJlliJlHlrating ill IIw researi.h , every of
fort should hu made to ubtuin fn un thu sponsorasilllilal' indemnity and
hold hilrmll:~silgwellll~l\t elJ"l:) iJlg tho sponsor's officers, agents and
employees.

Some iust iful luns. for h~gill or ulher reasuus. may nol be able to 01'

may 1I1)1 wish III agn~e Iu dn\- illdutnllilit1~ at all. Some may insist 011 a
reluusu by L1w induxl rinl SIHIJi'ilJ!" of <lily liahility for any kind of danltlgtl
suflercrl by thn sponsor (dlUI pilrhiljlS hy ut hers]. Otlwrs may gu further
and insist on u lilli/alemi un h-muil v und hold hiJrndess agl'mlllwni ruuu
ing fWIH the spuusor to 11\1: uni vtu'sil v And other i nstiturious may ex
pressly disclnuu unj \\'illTdIJllt~S, 1~\I)J'I!SS 01' i mplitn], <}S to lht~ conduct of
the research pl'()i(~c( til" ir-, IiHdillgs, (II' as 10 the dCt;lIracy ot'llw results 01'

theirutility, nteruhanl abi l il.-" , Ill' lillll~tiS lor any pUf(.JOse, \Vhuthol' and to
what extent t1wlJllivtll'tiJly 4:c11l uxlruct such a -release or indemnity unr]
hold hurmless ugrut:IJlelil fnnu tilt: s!loJlsor, or slistain such a disclilinlt:r,
will be largely a fllllctioll ld' llt:guliillioll dlut of the mlative bargaining
positions of Ihu pal'tips.

In uny evenl, t~\'t~IT il\slililliull should be alert for one particuldr
situatiun eVen if il Hgl'el~~, ttJSllllli~ Stilt oljlldtnnnily ur hold harmless pro
vision covering Uw adwd pt~rltlrillillll:t~ uf the wsearcb itself. In tJw ca:;e
of (Jlly inVIJJlliOIlS lil.'l~JJSI'(lllJ 1111' ~;/JjJ/lstJr ilS a n!sult oftlw rHseal'ch, the
burden should Ill: sqlJilnd\' pldll~d tl.J1 Ihe spousor to indemnify tilld hold
harmless tllu lJlliVI~I":-.il\, ('1I1l1 its 1J't1:,l\)t:~;. llllicf:l's, agents, and mnpluyues)
from i.wy liahility arisiJlg (Jul uf I Ill: Illalilifilt:IUrt~" USl~, or sale of pruducls
covured by tlw licl:lls11ls) t111dsuflt:rndhy tho spollsor or by users or pur
dlasers of such protlucls. Tlli~ :-;lIllalitlll, of course, involvespl'l.Idlld
liclbiJity, a field in which llll~ illdllslrli.d sponsor whois cUfIllllt-:!rciaJly t-:!x
ploilillg the research is ill i.J IJllSJlllHI tar sllpBriur to the lInivursity's 1'0
pr(Jtt~ct against, i-tlH! lH~ filldlll:l,dly ft:SllollSiblu for, such liability. The
university should nul pt:nllil lbt~lr III IH~ placml in tho positioll of having
to assume 'this burdt:lI ill pLH:I~ Ill' llll~ 1'-iIJOll~;I)r.

I

Another illlpol"lillll C(JJI.';fdt~i·,diIJlI III <Ill industrial agl'wmwllt will btl a
c1Bi-ll' ci)ntra<:llJdllJlldt~l'slilJldlllg UIJll:enling tiny lil1lHatiolH:i on USe 01' the
naUlt), lraduJlIill-k, logo, 01' III II!:!' Itlt:lIttlyillg marks of lhe ulliversity, ilud
of the names of n:snan;IH:j'~,. Sllllll~Jll~, or slatT, fill' advertising or promo
tiollal purposes. llllivnr~;iIJl~.'; !-',t'lIt~l<Illy al'i~ loath to (lHl'lIdt industrial
orgiJllizatioll:-; ttl pnll'it lllldllti,dly by lr.llJillg Oil Ihtdl' nal~lt:s or fHputa-
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: .tlOJl:-, PI(l\'I~llJll" III tIll' t,IJlilnlt:1 l.dll IlIldllllit this. yut stil l provide fur I~X

,J cepui IWi til Ill' lilildl: \\ It II 11lIi\.I:I~"jIV itlJlJl'llval.
'o!.

II j'\/I I.;'"11.\1 1:\lt\,nIHJ:,(J1·INJ'I~I{ISr

r n. lill 1''.1\1 III 1111 11~\.I\I,I",11') H.1·:~Ei\I{{:III,:f{S.

1:01 till: II11L-,llidll IJliJlllt:llh ld i'IJll:lllJ,d I.lHiflidsufilllurest am i ntur
nul tu till: 11l11\:t:L')II, .un l 1:,1:->1 1,.:1\\1:1:11 lln: uuivursuv and its faculty. Uut
SIIl:IIUlllllllh I <Ill ,1I1\! ill) 10111:11 illl[H:dl:tlw llldkillg of rusunrch
agn:t:llIt:llt~ IJt:I\\t~\:11 jllll\·i·l..... itiu-, dill! uu.lus lri .. \1 SPOIISOI'S Fur exuruple ,

our: or 1I1111l: ill tilt" I.I( tdlY I'I:SI:dllhl~j:, urvol ved ill it p.utu.ulur prujm:t
may 11'l\.t~ ,III I:ql!l[\ Illlt:ll:,St III 1111: pult:llti.d .indu"tri ..d sponsor. ur all

()1l~Oillg t:tJll:,ltltlllg dlldll~l:llll:lll \\ 1111 It, whk.h r1lil'y' hi: seen hy the
u ni vureit v III It..., t.u ult, 01:-> Ulll~"lltllilll2 till .u.tuul or jldll:Jllial contli.:t of
intr.n.st . Th.u slllhlllidl .It IlIII,: uvlr uutu . cuuld iesull i u u rusoarch agl"t.:e
IlH~IlI'lIlJl IWlllg UlIll:l,:ti llllll bd\\I:t:ll 1lw uuiversitv and the illdwilrial
ol'gdlli:l.'~lonhllllidlpurtn.ulur lI::,t:oln:!I. ,\tlhe)olllt:r IDdrnllW, the n:~uar

d1t:t ill"it~ad 1I;lglil l',dillqlllSh IWi til' IWI interest i n or nd<lliollshijJ with
the ClIlIlfltlll\ ..

On,ol"itJlI,dh, u/Jlll:lII UVI~1 .iu .u.tuul or pnssib!« ctlllilict of lnturest
will muku it Ift:tl;~,:;dj\ til Ill~g,dl,LlI: iulu Ilw rescuu.h i1gmenwnt ilsvlf a
provl~illll \\III:lt:ll\ lh" Ilhlll.,>ll"ldl -"I'IIHSIJI" ilgrm~'s t111IIIHJ faculty HH:1Hber,
stulf IIH:lldll~1 (dll,ll"'llt.!II:, .',llltll'ldl Hi tllt~ universit y ha:-. or will hH\'I~ any
intt~wsl III. III \\ III I'd I Ill,JIJ;I!t: il~, 'Ill ullir.ur. director or cuus.u ltunt ill 1)1' of.

1IItlIHgilllll.,dIUH jlllllll~ lilt; l:!JIJl..,t: llllllt~ dgruerbell1. II might be pruvnlud
further, tllal Idilull; iii ,illltl,: hv tf u., '1I,!,Jl:Clllent cuu hl roxul t ill clIllt:\:Ila
lion 01 1111: dgl)~l:llll'ltl 11\ lht~ uni vursnv i1lldforfuitul"t' lrv the sponsor of
any t'urtltt:l' right... t,1 It;~'>I~t1r;..h n'~;lllh Ill' IJolll.!nts.dl should bu kept ill lllilld

llWI till tH,l.d:,IIJll llldl\'ldu,d Ulll:dtllill!_: hv fac~lt.v or slitll' memlH:r:-:. is a
ustdlll ilUl1lt \:IIII:IJl III :;\lppJt~llh~ll\ tu Iht~ resear~;h agn~t~lIle-lll, uS dbl;USS

edvviilJ I'q~;i1!1 III Illl: liu:nsilq~ 01- "k lIow-luI\J,. , , It is impul"llJlIl to
dblillglli ..'\1 llw,-,t: :->lltl,tlllIlIS fllJlll llll: ...,ltlliitiun,wlwfC;\ uJnlinuillg con

snhillg illli111gl:JlJl:lll \\ith tlli: spllllsor is really jllst a cOllvulIitmt

sUlJ!Jtitlllt~ It II' ,111 l:ljllll.\'-llIlldillg pllsition illthJ·colllpanv.

IV. (,( JNCL!ISIUN .

Thb i.1rlll:li~ IJd:, :;lIur;hl III iltldrut>s SOJlle of tht.': lllorefrequent alld im
portalll !ll'llllltlJt,:, CIILlJlllltt:l'ud III llt~gulir.ltiJlg.: dud drafting UniV{lrsity
indlisll'\' lil'sI~t1n:111 dglt~I~IIl\~1I1s, ilnd lu dUllionstrate variu.lIs ways ill \vhich
tlu:stl PJ'{lIJII~llls (II l;,:>llt:~ I:;ill Iw dpproaehed alld I't~st)lved. In IlJillly

respHLls. \\,j~ \\,]Il, dl'l: lll:gulialillg <lod drafting these agreements rLI'
IHlivursilll::' dlr :,tlll III 111l~ H\lllihillg" stage,:of UUI" dfllJ'tS, in a very

dynalllic Iltdd ,ll III.!1 \\'11<11 \\1~lt.: illlJHlrtant iSSllllS yesterday have
lW\:\lJl\l: III ~ll'lJlll' 101',,':, It:l.tli\l·lv t1llillqJOrtonl toddy; Il-Itlay's bUluing
iss!!us IHdV III:' IIJIIHJl'llJ\\ '.'; cult! d ...,lll:s. :\I'ld so 'Nt.: lIlil)' l:xpucl thaI Hew
and crt:,diVt: ;-'"Idldll>ll." \\ til t:llllllllUt~ III IJt~ lleH~(:d leI CIlPO with COl\IIlHl

iug l:hillll.!,l·
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PAJARO DUNES CONFERENCE
Draft Statement"

jJn:ilIJlUJO

Research of the past suvorul dUCillh:lS, through eulighteued public
support, has profoundly udvalH:ml tho understanding of lifo processes. A
'new biotechnulogy of extraunhnurv promise has eurerged , \Vhile much
of great iruportuuce runuuus 1(J bu Iuurmnl at llw most Iuudamnntal leve!
about living organisms, "IJlpliulliollS ul' present knowledge call be Iure
seen that are likely to btl uf lar-wiH:hiIiK benefit to peuple everywhere.
These useful uppl icat ions JIlily well hupruvc health, enhunce food and
'energy supplies, improve 1110 quality of lilt! environment, and reduce the
cost of many industrial PWCi::iSCS dlld pruducts.

With such beneficial ptJssibilitiwj at least dimly toreseeable. it
becomes a matter of urgeut ..nmxuu to take coustrucl ive .steps toward
their Fulfillment. Most or tlrcLas h: ruseun.h which made these upplica
nons possible has been douo III univursit ius ill tlw United States, mainly
with federal government fUlIding Tilt: devulopuuuu of these findings into
useful processes and produrt., is dln!,Hly vigorously underway ill Amer
ican industry. The chain of pfllHrt:~j:; Ircuu basic research to useful appli
cations uecessurily i nvolvns uni vursilu-s and industry. '''Of the promise to
be fulfilled, all links in l lu: c.h.uu nntst hu strung.

The transluttou rnJlll llPPlJl'llllllly to rnality is nol simple ur easy:
Serious problems un: iIlVtlJVI~d. 'I'lll::-il: proldulllS cHnter on tlw preserva
tion of the illdt:}JtHH_lenu~ ,wl! illltlgrity of the university and its fucuhy,
both faced wilh UIIIH'(:{;t:deIJluti fillilllcial pressures and complux Culllllwr
ciall relationships. IJllivtlrSllws <11"1: i-I n:pusitory of pllblic~rusl, alld, in
many cases, of plIblie I'UIHL d.'" \\'t:ll, dlld Ihey have illl olJligatioll 10 the
public us well us In their :-'Ilidt~lllsilild fill-lilly to ensure that llwy remain
devoted to their primary gUlIls ell' talUCdlilJll and rmmiH't:h, and t!Jal Ilwir
resources be properly lIsed III Ih{dr Jlllnlllit of thmw goals.

Therefore. leaders I"row livf: 01 the universities thai have engaged
heavily over many yean; III n:searclJ ill' the life sciellces met to explure
problems and clarify the cUlisidoratitJlIs tlsseutial 10 wise policy-making

~ !:rolll 11 llitlll~I,ltlllJllll-\V i:1I01t:IPllLl: ludd ;tl l'illdl'lll)Ullt~S, (:alilol"lli,l, J\l<ll""h :!;, '1.7.

I!JHl. Tlw I'wsidl~II[~. III Slilllllll'd 1;111\ ':Isil" lIlt: (:,tldUflll,t lll:-.Ill\lh~ tJI Tt:t:hlllllll~Y. Itw
II nivt'rsily tlf Cal illli LII'I, lldl \',n,[ 1'1'1\ '·b.l, .Ind 1\ldSSdl.hll.~t:Il.', Illsi il ull; or Tt:dLlllllogy
t.onvlllwd lhll lIwdillg I"llt: l~~ Jill II".! ["llIlt l[J'lllh illC.llltll'd IllLIVI:r:-.il\' IlCt::ild,:ltb. atl
Jlllllj~lntlurs, lacult\ .~Cit:llljsl.~ dIll! 11"llJ:,II\ 1':pll::'''Il"III\'(::-' !','l"lIdS:,jUll It I Jlubllsh ~l'ilHlt:d

hy Kulmrl 1\1 ROSI:II/,\\t~il-:. \'it:!: 1'1''',1.1,,111 I,ll I'uldh_ :\II,Lll"~, :-i1dllloJlllllli"UfSIIV.
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ill tillS tu uu . I':ill:h lilllllt:f:-iih 11lVIII~d uuunbers of its own faculty and peo
pie lruu, llw hll",Jllt~~:-; UHIIJllllllily to attend: as discussants and resources.
'I'husu C(jll~jidt~rdlllJlb IIlW;1 IJ'~ viuwud frorn the perspective of individual
SCil:llli:-'I:~, lilli\'t.:I~,illl::-;and IJl:;litlllil)H~;, industry large and small. and t.~e,

. . nHll-11
gelll~rJI \\ldl-IH:lllf~ III pt~1Jl'l\: «ver ywluuu whu call somedaybunulil from
lhtl W:iI:S IJI Iliutt:t.IILIl)logy. 'thu Stll.:~'11 cunsuquences of the tuchuulogies
an: ,III IlIh:glill poll! III rusu.ut.h ill this field.

'l'lll'n~ ,lit: ~)l:\'l:lid SIIUll}: muuvnt ions fur ill:dlh~1l1ic institutions unci
llll:11 nn.ultu», llj~,l'l:~ It It! II,'" I I V ,,1lppOr! fur:reStli.lch, lirst. there is a genu
in« IlIlt:n~:-.1 ill tiitilll,ilillg llu: tmusfer or lt~chll{Jhlg)!---fromdisclJvery to
USl: '(U l.lJlllnllult: Iii the hl:Hlth dlld productivity tlf society: second.
lIH:II: i..., illldl:-,1 11\ iJng(,ilq~ diitlllgllt: between acudHmia and industry
whu.h Iquld 1111I11li1.C: tile ll,\!dul tljllJlied science by close associal ion
wilh iud ustrv 'lppIH,dtlllll.""; .uul . thu d , academic institut inns uud their
faudly 111l~lJdll~l:-'iln: It:t:lillg l'drliudilrly hurd-pressed financially and see
su. l: UJllpt:fdlllJH cv ith unl u-.u v as ,I \vay of compensating fur tI :>lnall but
ilHIHJlldlil lldl.l Itt llu: SliPllllll Itl~.1 innu Iudcml SOlIH:US,

,\llll()ll.~ll IJilllt:dllIUI{l~\ is ul the ceutei- of llJddY'.s news, we have
LUlbidl:ll:d 'oil ,qJlHllIH'ialc III discuss _,it hruadur range of university
illdu:,Ir\ Il:ltlillill:-.lllp'l willurul l'c~gilrd lo subjl:cl arh!.

l-uun 1111111:,11\ '.-, puiut u l viuw. d cumpul itiv« !J(Jt;itioli is critical.
Lill,l! Illghl\:1 illHJlIJ)--:\" cUIlqidllY ...."luks to develop tltt~ "hestlt~(;!lHology"

uru! to 11S!~ II \JIIJ(IIHlIVt:Ly. l'hu I!llv!dlljllllimi hy it husiuess of i.l coopera
tiv.: I'l::-;t:dn:ll ndillllillship \\ 1111 d uruvcrsh y is liknlv to he busucl on the
pl't:,..,tl.lllillitlllilliil "lll!sll\lt:hl\ld(1I4~'" l;dlll~()st readily he creatl~d by "best
pt:uplt:," i11,U:S~' III \1,-hom is \J1I'.~ ubjut:live for the Imsilles.s which finances
tlh~ progrdill. ,LIIJllg dS Ill,: UIl\t!ilillIlS which sUlTtlund lieu!ss tll a uni
vI~I~,ily':, "IH:~ll \11:111'11:" i1n,~ lIul 11111 lHH1rptis, bliSillf:ss will cOlllinue to

llll\kl~ IWW 'l\';II~l:lIU:llh vvitll 1IIlIversities t~ lHllulIlCll their opptlrtunities to
adliuvt! I.CIIIIIII~IIIJ\'I: t1llvilllld14C,-,.

HUI !·Ill~ i1pl'llIpri,\lt: dl:\-I:!0I.lIlHHlt of new upportunities ill acJdemic
ilHluslri,d ndolllllll:> I'l'lbl~III~, 1II\i\·t:r~itius with d hust uf pruhlems. The
mOsl illqHJrl,lIl1 II! lhl:~.t: i~ lIlt' !ltllt:lllial dislorlitlll such rulatiollships may
cuu:w III il(.,ul\:lllll IJlljt:t:li\·i·..... WIt;lt: this,isSl1Il lilay \,l:jry'in t1t:gree from

. I" 'd0111: ilt ... dl'llill 11l..,lllllIIUlI Iii olllulllllr, it is''sllilrt:d by mosl resuarch-base'
ul\i\.tJrsitlc~ dtlll 11l:,1I11l11~~ llno\ t.ilrefully Illilildgud, llwse patterns of af
fill,llllJll:' dllllHlg 1111iVe1Sll\ \;ll:ldly, lllli:vtlrsitit~s alld industrial fir-filS,

In:m:lil.i,IlIIl1111.L;11 Illt:\' IIld\ Ill: to IIIH tl'(jqsh~r lliludlllology, llltty lead:lo
s~~lilJlIS dillll.·ldllt, .. ,

Tllt:'·,Hllp,,:,t: i,J lilt: IIWI:lillg Wi:IS h; cOlllrihultl usefully III a more I
hllill'lll tJlllli':,S ld- IHdlt:\'-lllcl~illg hut lIpl til IJldKt: policy. This respun
Sillill! \ I.t:.-,h \\' 1111 Illl: i lld I\ J .lll.d i list i t.lIt iUlls" The lucliS of tht: I.lll1fel'ence
'v\'d~, ItJ Itl:lllll' 1111' oIlI:d:, III ddlll:ulty Or'plJtt:lI\iill conflict (jlld III develop
:'-'1l~K,:,..,litJll:' tId );IIJdlllg Ill!' t!,nJ\\111 III industry-ulliversity cUlllJl~ration in
rl::,I~;III,1J. II Iid-' 11111.1; IJt~t~l\ 1,·11 III,d lliliversily ddIllIJllsiralur;-;, ldculty and
illdu:-.ll\ 11'.Idl'I:' l,ollc lull lJt'l~11 IlJlIHlIlIllkulilig el\Ull~h alHJld the pl'ob-

J{1'::->1':"\ r«:11 A( ;IU:I':rv[I~NT.S

RELATIONSIlIl'S IjJ,:nVI·:/,:N lINIVERSITIES AND INDliSTRY

Ifll thp .,.('imlfifi.' /lIH~"ti{ln~ liG;:.,..;..,~ e·· "e

It is important thlll u nivursities and industries maiutain basic
acadernicvalut!s iii Ult~ir n.snurch agruetuents. Agreements should be
constructed. fur e.carup le. in WtlVS thut do not promote a secrecy that will
harm Ihu progress 01 St.ii~ lICU, i HI pi! i r thn l~d ucat ion 0 f students. i uterfure
with the choice by hu.ullv nunulnu-s 01" lhu sr.iuuuftc questions or lines of
inquiry they pursue. til' rlivurt llwt:llorgiHs of faculty members from their

primary ohligi.llioll~ III 1t:i1dlillg alld rCHt:;1.Hch.
Univtmdties 1IIIvI: iI n:spoll.... ihility 110t only lo maintain these values

hut also 10 sath-;fy I'tH.lIJlV, .stltdl~nls and the gelleri'll public that they are
being maintainud. Dun \VdY of accomplishing this rnsult might be to
make puulic the nduvilill provisloll~ of research contracts with industry.
Another nltlthot! llli.lV IJt~tli Hlk,\V a faculty cOlluniltt.:e or .SOI1W other etlll1

pelent body to exaillini: ull researd, cOlltracts with industry and assure

that their terlllti i.lru uJllsi:;lunt wilh e~snlltial academic values. Reason
able people may dilfl:!' till tlw chuice 01' llwt!Jods to he lIsed. and wu pro
pose no single soillthili. \Vital is t:ssolilial is Ihat each university estahlish
some etledive nwlll{l(I.

\, The traditiolls o! ilpUli rl!sean:h alld pnJlllpt tfHllSITllSsion of resllarch
results shiJUld govl~rll ,.tli llIlivursity rHsearch, including research spon
sored by industry. TIIIISI: tl'lldiliollb mquire that universities encourage

open CUlllll1Unicalltlll ,dlillil n,:sllilrt:1t ill progress and research results,
llowevel'. as di.sCllSSt~d btdow, il is approJlrii.lh~ I'Di' institutions lo file for
patent covuHlge fol' IlIV\llltIUIlS Hlld disLt.lVeriw; that reslill frolTl lInivl~rsity

l'ustmn;!l, ThLs at:lilJll HIilV mquire brier dldays in publication or ulher

plILJlic discloslirtl.
Recl:ipt uf pl"llpriddl'y illlllrmalioll from a sponsor may occasionally

be Jm;ii'ub!u!D !uci!!ldh' tlw l't~~t:an;h. Such situatiuns must be handlud on

lems arising within the universities ill cunnactiou with the CUlHlllordali
zation of basic research.blually iruportunt. the problems and objectives
of industry have beun Uftllll igllowd. A:; i.I rusu lt , different instltutious
have been tmgaged ill ad hoc policy Iormulution , without the henef'it of
sharing their exptlrij~IH:e ,\lid dtscusslng tlwll' common problems.

The overridiug cUllcefllO!' lhu purticlpunts was to explor« t-lnt~clive

ways to satisfy liw ullivill'sily community and the- public that ruseun.h
agreements and utlu.r ill rall~:I)llltmLs with industry he so constructed as
not to promute a SUt:!I)l.'\' Ihul will 111:11'111 the progress of science; impair
the educational t:Xpltril~lu:n or students und postdoctoral fellows:
diminish 1110 role of till: univerxit y us a cn:dible and impartial resource;
interfere with the dillid~ bv fttr:ully members _n .____ ,- __

they pursue. or divert thu ouergtus or faculty members uud the resources
of the university from primary «ducutiunu l and research nussions.
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iJ ca~t:-bV-Ltl~l~ IJtI~,h III a IIltllilll~r whn.h neither violates the principle
sl.th~tj itblj\i'~ mu JIIII.'II,:w:-. ,\ ith lllt~ uducatiunal process. AllY oth~lITl~!i'

resuu.uuus iJIJ 1:lIllIllIl 'JI iIJIIJt'IIItJlIUJI disd~1)ureby institutions are not
illJpnJjiridtl~ 'I:-.gt:llt:l'id plllil:y

1),lIell!:; .uul Ihdl"ll[ licelhllig prllvide valuable incentives to ludlitate
the prlll:l:.',:, Id lldlj:,Ldjlq~ ~l.jl:;dilil.db(;uvet.iesinto useful processes and
IJI'1 ltlill ,I...., 11\ jilUI"1 llll~ thu 11/',111~ ol llwinvenlol', patents also encourage
in\'I:Il'I(Jl~, .iu.! 111:;llllllllHb III Illdkt: puhlir: their discoveries, thus prornot
illglllL: lJl/l~n:s:; "I :-'l.lt:IH.I~ dlldll:t:hnulogy', ThuSH advantages are fully
ilpplll.,d,dt: ttl Lllll\ t'r:-.ll H'~;, \\ 1111 Ii n.u.d all incentive to identify pureutially
usulul tli:-'Lll\'t:rll:~, dlill 10 :-'I:d, l:t'lllpanies .thnt huv« the resources and
capilLilltit::. III lillllg thl:~"t: idl:;iS III lilt-: markclpliu;u. The Iederal govurn
m01l1 hd:. fill ogill/t:d Illl~~l: dd\1dllldgl:~ byiamcnding the law til allow
i111i\·I:ISillt~,·; IIJ 11\\ Il .nu! liu:II;-'I~ pillj~IIL~ Oil d lst.uverius made 'in tho course
ul n::;;t:dH,ll filldll( cd IJ\gllvI'Hllllelil gl,lllts fi~'~(~ I:UIlII'W;I.s, ."

t '111\'1:1"....11 il:~' 01(1" IIO\\' dl~\'tdl)JlIllg more ~JtI~cllVtl programs tu Identify
.i1H! lldll:lll I'\l!t;llll,di\ usclu! di~LllvCl'ies and til l icuuse them f u inter
ester! I illlb' \\1111 11~1.\ i:\u:plltlllS, SIIt:!l programs huvu 1101 rosultud in slg
lIil'itdlli llildllt:lttll-:,din:-> 10 univr-rsitius though gwaler gains may come in

't he tutu n-. 1111\\I:\'i:1 It~gilldlt~:-.:-> til the l~lICt:rl,Jillt.\' of the ecollomic
ruturn , as l't:tll'll~IIl,,> III jillblil. 11I1id:-., universit ius iJdVt: a respunsihility to
illitiiill~ nud m.uut.un t:HuLlI\'I~ I'idnlll und vatullt-Iiulilsillg programs to
l~nCtllll'i1gc li'i:hllldllg\ tl,lll:,li~r,

II is IlIljliJl'lilld l!lcll Illli\'t:I.'-illi,:," ddminisler patt:1l1 programs in a man
Hill' Illal U),i1lll11I:, III Iht~ jluldll. ill!l~rl~sl ilnd tu tlw univorsities' primary
C()IlI111itlllt~1I1 III ll:dt:llllig dlld n~:->I:mch. Ont: il'lqliJrtullt qlll:~ti(~n is
wlwlht:r 11111\/:1:'>$11(:.', ,'>ltollid ~:Idlll t~'i.dllsi\i;e or IIlJlI-tlxclusive licenses.
SOllli: Iwopll' ll~dl [lldl idlo\\lllg il :-,illglt~ firiu llw suIt: right to develop a
palt~lll \\'111 Ilt'I.l'~,:"l1lh It:llltll.,· ctJllipdilion: slo\.\' tlw devtdopllwlIl of the
pu!t:1l1 tll' t:Vtql 1111:\ 1'111 dt~l.'t:I'qllllt!IJI allogetlwl'. This IUilr is exaggnratUli.: Ii

AlthIHlgI;, III ~,II1IWI d~.I!~, Ilildliplt: liCtm~es will llllduubh:dly speed
devulujJlllnlll, III ldllt~f GI:->l::,. 1:\('IIISiVt: rights al't~ esstmlialif dtlveJop
mU1l1 is 'til Iii"" pl'll.t~ ,'iiIlU· llli 111111 \\'ill'lXPt:~lld LHgt~ sums fur t1uvelop~

IIWllllh.1I \\'111 1lIlllldlil\' bl~lll'lit otllt~l's.

'JllIJ.'>, 11111\'1'1 'dill':, :,lllJltld jJt~ illile IIJ negotillln t:xt:lusive Iicullses pru
VHlt~d- Illd! t:\l 111',1\'11,\ :i\~I·lll~, (IJ\lHlrldHt'tu allu\\' prompt, vigorous
dt~\'cltqlJlll:111 III till' 1J<11t:1I1 III IH.UII, Thi: de~irahjJil~1 til' exdusivilv i1l'CBr

Iaill!.d:)l'''' IS rl:l lj!~11L·.I~" 1I11dl:1 UIIII~lJt !'Ildluill Iii\\' \\'lum exclllsivity is
allo\\lal,IIIJ\\n"1 II ~,IHnlld lll~ 1'1:lIllilll:d r~H' only till: illtervallll:cBssary
Int~IJlIJ\lrilg': Illl' llt::'ll"d tll~\ l:lt'lJlIII~111. Ililiddilillll, till: ulliversilY should
illsbt illllill il l'I'IPllft:IIJl:llt II! Illll: t1digt:nce 011 tlH: Piirt of the lin:lIsce in
ttUVtd"plllg dud 11:,1111; litt: IJ.dt~lli ill e,'Hn;i~iiig llii~:-.t: i'iispoiisdJilities,
1IIlil.'nSllil::' ,-,IHlldd ~,t:c~ II) llt.,>lllI: lhal llHlir I'altlills af'(~ vigorul.lsly de-
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veloped-i-not only tu pn;IlHlle Ilw public interest but also to further the
universities' righl.~ III Juy,dl,V im:lJIl1i.!.

While the forugoillg policies seem liCl:eplable lur licensing patents 011
discoveries already uuule, .~rtmlurditTiclJltiesurise ill corporate research
agreements where tlw SPUl\,')U)" requests the right to exclusive licenses Ull

all discoveries made it rcu.u It of the research funded hy the company.
Some of us believe that sur.h exclusive rights am all appropriate quhl pro
quo for th,c funds provitltal till' ruse.m.h. Utluu-s believe th~t the university
should be willing to t1gr(jt~ 10 provide iW;lt1"d non-exclusive royalty-free
l iceuses to the sponsor, I'lll should notgivil lip its right to examine the
uppropriateuess of uxL!u,'ill.'iIV for each Iuvuutiuu un a cuse-hv-cnso basis"
This quusf ion needs 1.0 lit: dddn~:;sed hy universuius 011 a cuulinuing basis
ill light of thoir cxpuruuu:u. '

It is important !h.dtlllivl:rsilit~~ tnrl influcnctl l he nature of the
research proposed by prufl:ssurs, postdoctoral fullows. or students hy
pressing them to till work ul' pllienlilil conunercinl Impurtunce or to
become involved in ull.lllf cunuuurctul aLI iv il ius. Professors muy chouse
to delay publication of rCSt:an:h filldlllg~ lur iJ brief period to permit the
timely filing uf patunt dpplll.:i1liol\:-:., IJlIl, ,thSt:lIl il,conlracluct! obligation,
universit ius should nut Iry 10 [uuvent Iacultv members from puhlishmg
01' disdosiJlg their resu.uc.h lilJllillgs ttl preserve the universities' patent
rights.

Universities Sllllldti Iln! bu illlPI;OIl(~r1y inf'luenced ill choosing a
licensee by the fact lhilt it fat:ulty Illtllllbt:l', or the univursity itself. isi.l
substantial slockholdt:r Ill' !Ii!:' olher significant lies wiih a particular
company"

Licensing agrm'HIlt:III~; IJUII.Vt:tlll a univurt>ity and a compuny are ill

.tendml to accomplit>1J 1111: Il'aHsful' or lochllology in all effective way, In
thuse rare installces \-\'hen: a fuudty IlWlll!Jl:r Of tlw university has u majur
financial illterest in <I ClllllPilllY sook.ing t>llch all ugree'munt, and whf:m
the techllology tu be llt:t~ll:,ud hd~ buoll, in wholll or·in part, developed hy
the faculty mmnher, liLt:llsilig should onlillilrily be 011 a non-exclusive
baSIS. Exceptions m iglll i1l'be if Iht~ Irallsfer uf technology is best accomp
lished through ap exclll~;iVt~ ilrrangement for (~ limited period, as, fur t~X

ample, in the caSe til Ulilipilllim; possessing 1I1liqueskilb necessary to
such transfer on H lilllt:ly basiti"

llniv(!fsity pruft:s~,{lrs hdVU long i.IHsocialed with companies through
consulting and otlwr typt:s ul reiatiullships, Such interaction can have
significant advanti.igl: III llw 1II1ivt:ri:lly, to Ille faculty member, to the
compallY, and 10 thu 11llhllt:, llllllillly fiolds, fat:ulty involvement with the
commercidl world IHt.\:ldt:s valuable mat{~)'ial for teaching and rBserach,
(;areer opporlunilius luI' sllldulIls and support for institutionai aciiviiies.

Notwithstanding tiJllSt.: htHwfit.s, professors' relationships with com-
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merr.ia l Iu-uu, :;lItltllti lIul lIt: .i1llllvl,:tl 10 interfere with their overriding
obligillilJll 10 111I: uurvorsit v 10 fulfill thei.r primary responsihif ities of
teaclJillg d;l~d \1::'\:0111 II

III I'I~Lt~lil \-':,II'J, lilt: jmildt:J1ls ill" achinvillg this goal have assumed
gnhlli~1 Ilr~I:IH\ In \' II t uu III lln: gnl\\'llIg teudoucy. especially ill the bio
1t!c111ltIIIJ~~ t inlu 11'1 prtlr'-:S~>1J1~ III IH,\'1l significant blocks of stuck ill com
IlleH,ldll;Il{I'(jil i:·,I'.'J, hI dSSlS[ III lbt~ lorllJatiull of such enterprises. UI' even
to i1:-.~,Hlllt' ~"tlJ:-'["llll,d 1:\.t~Ulll\'I: I'n~plJllsibililieti. Cuul'licts of ill1tlnlSJ may
iHiM~ 111l111l1~h llJlllllill,diow; (Jf Jlldllic funding, private consulting, and
uquuv Illddlllg ill I IJllJpallll~~ l~lIgilgt:t1 in '-H.~.tiv'lii.ls in a faculty uuuubar's
i1WtI ot rU~;,;dn:11 Thl~:-.e t!l:\'ldIlPIlWllhi underscore the "need for univer
sitie:, tu Ujll~,ltlt'l tln: rules dill! puu.uduresueodcd hi insure that faculty
uuuubur-, Iullj ll Illlli r I't.lSptlll.',iIJililleS tu tuuching alld research, and to
dVllid,t:tlIlIIJt:I~, III llIlt~n:sl.

.. \1 tlllll:~,. till: Il~sl~drcil III CIlII~lpll:lWllrialeffurt s uf a faculty member
1I1i.1\' lidVI: 1I11: jHdl:lIliid ruaturiull v l u affect: tho ecoll.tllllic condition of a
COllllhlll\ (Ill .-,Ul:h Lil~tlS,llll~ liJcldlV Ilwmberis often a .sut.stuntlal
stod·.huldl:r III Illl~ Iinu.! 1JlIllt:l' 1I1t!St!COIHUtitHIH, investment by the pro
fess\lr'~ lJ\\ II 11I11i\l~r.',ilv ill llll! l i rtu gives the institution a financial stake
ill Ilil: ilcll\'lllt\s Iii u-, landt\' nnunlnu-. This situuhuu ruay cause others to
helu.vo lllLiI l ln: umv.usil v clll.uurilgt~S entrepreneurial aclivit ius by its
hlt:IJIIV. I\ltln~u\ 1:1 It nrnv (dll."l~. or ilPllear:to cause, the university to ex
luud PJ't:h~H:lillill Ill;,dllll~1l1 \" 1111: pruJ'ussor, fur example, in such matters
i.!s pl'tJllllltllill. ~Pdl t: Ill' lu.u ldug hnu ls and thus undermine the mor~~el

and ,Hddl~llljL IJIII~~~IJl\" Iii 1111: uc.tuuuun. Ut~llt:t:, il is not advisable fo~
1I11i\,t~rsllll~..., III 111>lkJ' »uc.h 11)\'I~~tllll:llls uuluss llruv an: COIIViIlU-:d that

Iht':rt:'llt~ ~,III1It:h:1Jl .'"ilq~lldl,l:, ItJ dvoid udverso dl't:ds 011 the muarle of
tht:lllSlllllliuH til lilt tllt~ ,ILddl:lllit: rulal iunsh ip hetwouu the univursity, its

f'acultv. dllli II:> :,Illlkllls.

f\lall\ dlJpnh,IIIl:.·, 11<1\'1' lH't~n usud LJy diilcreut universities to address
tht!st~ prlllllt\lll:, \\1' llldkt: 111I diu!'! to speuifv the proper rules aud pro

cedllws IlJ Ill' 11:'1';[ lurth is lJllrptlSt~. The devdopnwilt (If these rilles is a
mutf ur un.uu.rl It I l'dl:ll lllli\l~r..,il.\ dlld extends III u ll faculty II11:lIIbers
scieu! i~l:-, .uul I ill\l-.'>l u: lit Is\:' ill i ke. l huu:u, .:lh is l:t1lllnruHce does not pro

vide a pnlJlt:1 hnuut III \vhil JI III resolve such issues. Different rules and
prUt:udlll":.-, 111<1\' \\ i'IIIH) ilJlJI.l1l!lri,lIt: to suit tlw slwLi,d circumst.mces and
trafliliol1~t11 llllit:lt:111 institutnuts .

i\Jthtlllgll \\1: :,I't: uo ~;ill}-:ll: ··l'lgbl" .polu: Y, wu do helievethat each
1I1l1\1~r....lIy ..,h'lldd ,l\ldrt~s~,IIH' pnJblt~1I1 VlgUt'llllSly dlld mukt: ldforts to
pllllllLiLC \\ Idld\ dlill t~l'JeLlI\,td\, tht: I'ulet? dlld prul:cdllfl}s it iulupts to
HVtJld Ullllpltlllll:>illi~ lllt~ qlldlll\' ".! ils leaching awl msean:h. 0111' institu
liwb iln: t,llllllllllll;t1 III ~lIt.ll dll IJllllt~rtakillg.

\\'t~ dhull:l'! IIldl 1,1i.1l11\' (ll(~lnllt~rs havt: iJllolJlig,lIiullnut UIlY to abide
by tilt: I,JIt:\<ldlll.~ fltll·", lull 1,) 111""1' llltl~e ·I'csrit:lillll.'i kllown tl) tilt! com
jliHIH::' \\ II!: \\ !:H!! !!Jl~\ I!d\. ,. d n'Lll!l.!!!ship.

I"ill,dl\ \\l· :oll.l-!,hl~~1 I II.!I 111111:, il..... k for ulpit~s III ilpplicaldl' rules ill
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hiring university consult.uus and act in conformity with these regula

tions.
VVB do nut view this suuunury statement as the end of the process uf

dellheruttou on these important issues. Rather. we offer it as a contribu
tion to further cnnsidurutiou Iu rueotiugs of other groups aud in many in
dividual jnsritutluns. \\'u 1:llipllil~izBagain thut what we have produced is
not policy, but all agelld<l III issues that muy Iw il useful [ramnwurk for the
development of polic, '
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