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IN THE l1NITEDSTATES DISTRICT COURT
FOR THE NORTHERN DU''l:'ro:CT.OF ILLINOIS

EASTERN DIVISION

- v -

- v -

Counterclaim Defendant.

Defendant and
Counterclaimant,

No. 66 C 567

Civil Action

P.laintiff and
Counterclaim Defendant,

T1;1EUNIV'EBSI,TY OF ILLINOIS FOUNDATION, )
)
)
)
)
)
)
)
)
)
)
)
)
)
)
)
)

BLONDER-TONGUE LABORATORIES, INC.,

JFD ELECTRONICS CORPORATION,

DEfENDAl{T 'S!:'EI'LY BRIEf
TO PLAINTIFF'S BRIEF A.F'TERTRIAL

INTRODUCTION

In this brief, defendant, Blonder-Tongue Laboratoriel3,

Inc. (referred to as "BT"), supports its defenses of invalidity,

. nOnc:infringement and unenforceability lind replies to the brief

after trial of the p;J..aintiff ,The University of Illinois

Foundation (referred to as the "Foundation") relating to the

alle~ed infringement by BT of the Foundation Isbell patent

(3,210,767) and Mayes and Carrel patent (Reissue 25,740).

At the outset, however, it is desired to point out

tllat there is pending.defendant's motion to dismiss the complaint
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for failure to prove a prima facie case, tYhich motion this

Court stated (T.275J it tyould decide after "theiclose 6fall

the eVidence".

De~endap-t'sMotionTo Dismiss

In support of the motion, it '",a.spoiP-ted out (T.255

275) tbat neither the Court nor defendant was apprised, in the

so called prima facie proofs, of a single claim of either

patent that was alleged to have been infringed; that the Court

was not supplied with any t$chnical explanation of the meaning

of much of the highly scientific terminology used in the pat-

ents and in the claims; and that, apart from a generalization

or ultimate conclusion of Mr. Harris that structural elements

of the patents (not the actual elements of the claims) existed

in BT's antennas, no testimony or explanation of' the underlying

facts necessary to show infringement of the claims was pre-

sented.

It has long been establishediihat.iIi highly scien-

tific cases the Courts are not required to engage in guesswork

or to try to deciphertec:hnical language fOr themselves; and

certainly not to guess as to what claims might or might not

be asserted as infringed.

This very Court has ably summarized the test of

proof of infringement in Briggs v , N & J Diesel Locomotive

MULL
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Filter corp., 228 F. Supp. 26, 48-9, aff'd. 343 F.2d 573,

cert. denied 383 U.S. 801:

''It is well settled that in proving
infringement, it must be established
that the words.of the claims fJng a
response in the accused deVice, and
also that a real idcptity exists
~'i th regardtgmeans, operati6n,3l1d'
result. Independent Pneuffio.ti,c 'rool
Co. v. Chicago Pneumatic Tool Co.,
194 F.2d 945, 947 (7th Cir. 1952)."

But plaintiff's prima facie case contained no such

establishment "that the words" of any "claims find a response

in the accused device".

It is not until the plaintiff's brief after trial

(p , 22-34) that for the first time allegedly infringed claims

arc identified, and there is any purported s howf.nq that the

"words of the claims find a response in the accuse<:1 device".

But failure to prove a pri~a facie case cannot be

cured by a brief after trial, ana such brief cannot be used

to establish underlying facts or evidence. Nor can the brief

be used to rectify the failure of plaintiff to produce a

record that explains the meaning of technical "t-'orc1s of the

claims", particularly in a case such as thisc, illvolving

n • • • a highly technical field,of
theoretical electronics far beyond
the common knowledge of any layman
uneducated in this area." Becker
v. Webcor, Inc., 289 F.2d, 357, 360;

and where, as stated by the Court of Appeals for the 7th Cir-

cuit in Techno~raph Printed Circuits V. Methode. Electronics, lnc.,
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356 F.2d 442, 448 (1966):

necessary'''expert translationThe

" •• the patents in suit•••are of
such technical nature as to escape our
understanding. 'l'hey may I speak for
themselves' put; VI'C feel the needo.f:
expert translation and interpretabion,
screened for us by appearance and
demonstration before a trial court."

and interpret:ation"

and "demonstration" as to infrin~e~ent were whoily>l~cking in

plaintif:f'sprima facie case.
", C~'.

", Since the bur·derlof proof ofin;fringement rests with
, .

pl<iintiff z.nd it did not 'make a prima facie Showing,.defen4ant's
-" ..

motion to dismiss as tobo,th patientis should be granted •
-",:.
• *<.-.

INVALIDITY OF THE ISBELL PATENT

The Isbell paten.t in suit is invalid for the fol10v1-

ing reasons:

1. The claimed inyention is obvious in
v Lew of the prior art'" cited by JUd.ge
Stephenson in University of Illinois
Foundation v. Vlinegard CQItlpi;mYi 271
F. Supp. 412, 35 USC 103.

2. The claimed' invention is anticipated
by thepri0f!Cpatent to DuHamel et aI,
3,079,6.02(0. Ex. 14) not bef'oz'e Judge
Stephenson.' 35 usc 102a, e.

* Katzin - 2,192,532 (D. EX •. 3) ; (Koomans 1,964,189;<Vlinegard
2,700,105; and White 2,l05,569 are cumulative,>271 F. Supp.
417, Col. 1) ; Logarithmically Periodic Antenna De!3igns , by
R.· H. DuHamel and F. R. Ore (D. Ex. 6); Channel l'laster l\.ntenna
"K.O. II Model 1023 (D•. EX. 4).

- 4 -



----'-.~

.

3. The pa1;.entis invalid by req.son of
publication of the alleged invention
in Quarterly Report No. 2 (D. Ex. 8)
more than one. year before Isbell's
filing date. 35 USC 102b.

4. The claimed invention is anticipated
by theChan.nelNaster "K.O." antenna
(D<. Ex. 4). 35 USC 102a, b.

1. Obviousness in view of the prior art of .Katzin, DuHamel,
etc. ,cited by Judge.Stephensoll in university ofI.l.linois
v. winegard.

Every major finding of fact of JUdge Stephenson;is. to

the Katzin patent 2,192,532 (D. Ex. 3), DuHamel and Ore arBicle

Logarithmically Periodic Antenna Design (D. Ex.· 6) and "K.O. n

antenna (D. Ex. 4) was admitteq. to be corr/ilctbythe Founda-

tion's own witness, Mr.lIarris:

Katzin - T. 168-174
DuHamel and Ore - T. 183-192
K.O. Antenna - T. 114-177, 180, 181.

IndeeQ., plaintiff's brief seems to reflect no dis-

agJ;'eement with JUdge Stephenson's bas.icfindings of fact as

distinguished from his conclusions of law> as to obviousness. *
As for the matter of obviousness, plaintiff relies

on the testimony of Dr. DuHamel and Dr. Mayes with regard to

log periodic antennas shown in PX30-38 and 51 that allegedly

did not work; and thus concludes that .Isbell's structure was

in the same category.

* The so-called "generalized statements" of JUdge Stephenson
regarding the design·of log Periodic, frequency independent
antennas which plaintiff asserts to be erroneous (plaintiff's
brief, p. 4,12) w.ere admitted by Mr. Harris, T. 203-207 •
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But most of the structures of PX.3.0-'32, 34, 36-38

and 51 are not Isbell' 5 (oz' Ratzin's) s LmpLe lil1€!<U" dd.poLe

antenna. Rattier ,many have esoteric shapes: spiralS, conas,

horns and ground plan",s. Dr. Hayes admitted that the dipole

array of P. Ex. 36 was tried after Isbell' 5 woz'k when the

concept of transposed. feeders was known. Dr. DuHamel testified

on cross-examination thatlle didn't even mathematical1.~analyze

some, and that others he actually did make work, T.506-522.

The only issue in this case, however, is the obvious-

ness of the Isbell type structure, and as to that, Dr. Hayes

conceded that "most of them operated satisfactorily" (T. 628).

If we look, indeed, into the contemporary documenta-

tion, the Imtenna Laboratory's Quarterly R.eport Np. 1, D. Ex.

7, we find that prior to Isbell's 50-called Lnvent.Lon and

before he started to investigate his antenna, Dr. Hayes and

the scientists at the Laboratory considered that

liThe experimental results which have
been obtained for themultielernetlt
log periodic antennas are found to
bepredict<l-ble••• n (p.2, emphasJ;s
added). .

And the only distinction from known log periodic

designs that Isbell was going to wldertake was

"An investigation of log periodic
structures of thin linear elements
(zero tooth ~lidth) is planned. n*
(po 2; emphasis added)

* As later shown, even this variant was anticipated by DuHamel.
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viewed 'as a minor

elerhents or teeth 0

only change bein~

s been recognized as "obvious"

JUdge Stephenson, that the

DullameL Patent 3,079,602,.Do Ex. 14.

This mel patent was not before JUdge Stephenson.

matter suddenly becomes eoteric, unpredictable and unobviouso*

\'11911 known "thin" instead of thick

Thus, contemporaneously, this

variant - entirely "predi.ctable" -

It vras filed before any . d13,te of concep"\;iiollof' Isbell

It is only now that

in the light of the prior

and cornpLe t; in and of itself anticipates the al'legedlsbell

inventions.
--_._~--_.'-"'"

.. H_--··-In7 i g . o;--a s t r uc t ur e is shown having zig<:ag or

triangular-wire dipole elements connected with each of two

central conducuoxs (46 and 29) that may be adjust~q. any

angleJjJ between£herh "from 180° to 0°" {coL, 2, line 5PT co.l.,
':

6, Line 16 of 'the DuHamel patent, D. Ex. 14).
,'. ' "'.

A model of this is in evide'ce as D. EX.' 24, and Dr.

DuHamel conceded that this vias

Fig. 5 of his patent (T. 531).

represcmtatioh of

'" Note, also, that each of Dr. l'layes' National Eleotj:onics Con
ference paper of October, 196q (D. Ex. 21, p. 4),a)1d the
Jasik Haridbook , P. Ex. 55, • 18-13 (1961) (DUHa,l,1le:t tes:timony
T. 528-534), be f oze thiSi1'tigation, conceded tha.t, all :that
was. necessary . OD.viously t obtain t.he Isbell COn!.. jc~.uzat.Lon
from the prior art log p/riodic arrays,was to red'rce~e

angle JjJ (psi) between t1 boo11)s to 0 and to makl'ol t:he antenna
teeth thinner, approach ng zero width - all earlie'!:'taught by
DuHamel in his patent ,079,602, D. Ex. H, later described.

- 7 -



and 29 adjusted
L.O'· '-I -4.<. b .3
above .mentiQned)

With the two central conductors 46

to parallelit.y {Le., for the angle of ~OOIl,

~mblanCe to>Fig. 2 of the Isbell patent \~ilJ, be evident;
rJ
i. e., in the words of, for example, claim 1 o f the Isbell pat...,

ent in suit:

An array of parallel dipoles of a progressively in-
, " .. ,.,

:'/ -'i,,:': _,':_.:.,;' .'.':-;'

creasing length and spacing in side-by-side relationship (t.he

length of triangular dipole elements Sle, SId, SIc, SIb, etc.

of Fig. 5 progressivelyincreases, as does spacing therebetlqeen

as shown and described and as conceded by Dr. DuHamel, 'I.'. 531,

532);

The ratio of lengths and the ratio of ~djacent spac

ings each have a T relationship (the sameT in equation (l) at

col. 3, line 9 of the DuHamel patent;alsoadmit~ed by Dr.

DuHamel at T. 531, 532);

And a Lt.ezna-ce elements axe crossed in conneocf.on 180"

in feed. (T. 532, 533) (and the antenna has the same coaxial-line

feed to small end, as in 'Isbell Fig. 2., see ooL, '5, lines 36-40

and 51).

l<lr. Harris conceded that triangular dipoles (as dis-

closed in OuHamel's Fig. 5) and. thinner wire or cylindrical

dipoles (as in Isbell Fig. 2) were both old and well known

dipole antennas p);'ior to Isbell's invention (T. 150) and that

their performance, operation and current distributions were

similar (D. Ex. 2, item 6, and D. Ex. 1, item 1; T. 178-180,

223,224).

- 8 -
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suit, of J:"ecord herein by stipuLation (T. 378~ 379, D. Ex. 22)

that the report waa in her library accessil;>le .to any. inter'"

ested mernbez of the public on l,pril 30, 1959; and that copies

were available to the p~blic:

"0 If I had comG to your office on April
30th, the date indicated on that requisition
dOCU~1ent, _and requested a copy of J?epottNq. 2,
would I have beehlikely to have beeh delivered
<J,copy?

"A Very likely.

"Q Hould you say then, giss Johnsoni that
Q~arterly Bngineering Report ~o. 2 was Clvailable
in you.roffice on April 30th, 1959 to the same
extent as any other publication or repoJ:"t was
available in your office either as a libraty
reference or as an extra copy?

"A To my knowledge, yes .• "

l~re only question here is whether the availability

of that document more than one year before the application for

the Isbell patent in suit on Hay 3, 1960, constituted "publica-

tion" underthelaw.

The early decision in Cottier v. Stimson, 20 Fed.

906 (Cir. Ct., D. are., 1884) set forth the general require-

ments for a "publication". In that decision (p. 910), the

Court said:

"In Walk. Pat. 56, it is said that a
'PFintedpublication is anything which
is printed, and, \·;ithout any injunction
of/secrecy, is distributed to any part
of the public in any country. Indeed,
it seems reasonable that no actual dis
tribution net:;(t occu:e f;Dut that ezposure

- 10 -



of printed matter for sale is enoug1:l
to constitute a printed pUblication. I

"But s0niething besides printing
is required •..••• The statute goes upon the
theorv that the .Iwrk .has been ma,d",
acce.sE;ible to>the pl,lbHc, and thai: thE)
inv(;mtion. has.t;h"reby been 9iven .tothe
pUblic rap':] is ,no longer patentabl?py
anyone •• PUJ::d.H~".tion means put into
general circula.i.:ioD or or:. sa.It]! ti,(I)erC

the work is.acqessibJ.,e . to.the. P1JP~
See Reeves v , It,,vs tone Bridqe co ".,
5 Fisher, 467." - (Emphasis added)

(a) Deposit in a Library

There is no requirement that membezs of the pl.l1:>lic

actually used the printed copy contained within a library. It

is merely necessary to establish that a copy of the publication·

was receive~ by the library.

The Sixth Circuit Court of Appeals held in The

Hamilton. Laboratories rIng. v. },<assengill, 111 F.2d 584, 585,

45. US:PQ. 594, 595 (1940):

" ••• the Heed thesis is in the prior
art and <marks a step in its development
since it was put on.. file in the library
of the college, available to sttid$nts
there and to other libraries having ex
change arrangements with 100.;a State.
John Crossley and Sons v. Hogg, C. C.,
83 Fed. 488, 490; Britton v. White Mfg.
Co., C.C., 61 Fed. 93, 95. ~'Ie think
intent that the fruits of research be
availCibieto the nublie is c18te'rrt1.ina.~

tive. Of 1utlication under the statute
• • • il '. Emphasis. added)

The sufficiency of the deposit in a library of a

single copy of printed matter and the immateriality of the

- 11 -
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obscurity of thEl library were commented on by .• the Court of

Customs and Patent Appeals in the. case of In.reTenney, Frank

andKno~, 254 F. 2d 619,627 (1958). In that case, the Court

observed:

"It is no doubt true that our present law
is anomolous, as evidenced by our cOnclusion
that ami9rofilru isnot 'printed. f A. f?reign
patent file. laid open for public inspeq,tion,
is. not a printed pUblication because typewritten,
while a printed-publication available to the pub
liconly in a Southern Rhodesian library would be •• "

Still more recently, the District Court for the

Southern District of California held that the filing of a copy

of a thesis in a college library on October 9, 1950, barred a

patent applied for October 30, 1951 (21 days over the permissi

ble one year). Indiana General Corp. v. Lockheed Aircraft Corp.,

249 F. Supp. B09, B15, 816 (1966).

(b) Availabil.ity to the Public by Sale or Without Charge

The "publication" of a printed work also occurs when

copies of the work are first accessible to the public, by pur-

chase or without cost. In the above cited case of In re Tenney,

Frank & Knox, in a concurring opinion, Judge Rich stated his

view of the-law to be that:

"When a book has been printed and copie!;; are
available for delivery, an advertisement offer
ing it for sale ~o~ld bring about its 'publica
tion' even before any_ copies are ac_tually sold."
(62B)

Thus the Isbell invention was published more than a

year before the Isbell patent application was filed (May 3, 1960),

"and there is a statutory bar to the Isbell patent, 35 USCI02b.

- 12 -
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4. IUfticipation by the Chal1l1el Haster "R.O." Antenna, D. Ex. 4.

It is conceded that the "K.6." antenna was ill public

us", more than a year before the filing date of the Isbell pat-

en t appLicat.Lon (T. 174, 175).

FrOm D. Ex •. 4 i it is evident that the three dipoles

87-1/8, 79-1/8 and 71-7/8 corapLet.eLy meet all thelimitfd:ions

of the Isbell claims and so-called invention. Refe:r:r.iii~>t()

claim I, for example, there is the progressively increasing

length.(from 71-3/8 inches to 87-1/8 inches}; the progreSsively

increasing spacing (fron! 16 inches to 22-1/2 inches); a T ratio

of lengths

spacings of

feeder "lith

of 79-11 8 (i.e., less than 1) and a r ratio of
87-1/8

_16 __ (1. e , , also less than I); and the series
22-1/2
alternating phase (the s ame crossed conductor feed

at the center of the dipoles as in Isbell's Fi.g. 1).

The only difference is that instead Of the very thin

or ::Iero-width cylindrical or rod dipoles of Isbell, the "K.a,"

antenna.has another old and well-known type of dipole, the

so-called "folded dipole" whi ch Mr. Harris conceded had an

operation and current distribution similar to that of the

sin~)1e dipole rod without the fold (D. Bx. 2, item 7, and

D. !:x. 1, item 1; '1'. 224).

But neither a single word of the Isbell specifica

tio:a nor a single claim of the Isbell patent excludes such

other \~ell-knOwn dipoles.

- 13 -



As for the presence of other antenna elements in

the "K.O." array, Dr. Hayes conceded that only three,dipoles

are needed to constitute a log periodic antElnna ('.I'. 648) and

that often additional elements are added, which do not, how-'

ever" detract from the exis tence of the log periodic antenna

portion ('.1'.650, 651):

While plaintiff states on page 14 of its brief that

the "K.O." antenna was before the Patent Offiqe,an inspection

of P. Ex. 56 \'Jill show that this was not before £he Patent

Office for consideration'as possible prior art against the

Isbell patient.r and, indeed, thel,ssistant ExarrtinE,r handling
, '

that aspect of the case never even cited the "K.a." antenna.

P. Ex. 1, Col. 6, lines 30-36.

'rhus an antenna meeting all the lir1itations of the

Isbell claims was in public use more thari a year before the

Isbell filing date - another statutory bar toth~ Isbell pat··

ent.

THE ISBELL PATENT, EVBN HERE IT VALID,
IS NOT INPRINGED BY THE B'l' STRUC7URES

An invalid patent, of course, cannot be infringed.

Even had the Isbell patent been valid, .however ,the BT·DART

and COTIORRANGER antennas clearly do not infringe the same.

~ 14 ~



The whole teaching of the Isbell patent is to locate

the dipole elements as nearly coplanar as possible (col. 2,

lines 2'1-28). \'<'hilethe constru.ction thereof, as in Fig. 2,

nay be made ,dth t.10 tubes, these are physical1.y c1.osely

spaced (col. 2, lines 10,11).

Every single claim is restricteti to such substantially

coplanar configuration fo~ all the dipoles. For example, claim

1 quoted by plaintiff in the chart between paqes 22 and 23 of

its brief, is specifically restricted to an "array of substan

tially cop1.anar and parallel dipoles". All of the other claims

contain similar or equivalent limitations, Le., claim 6 requ.ires

the "dipole elements on each of said conductors" to extend "in

opposite directions", and other cLa.Lms use the term "colinear".

On their face, the BT DAR'!' and COLOR Rl\NGER antennas,

P. Ex. 10 and 35, have dipole elements spaced in tlv.2. distinct

planes. In fact, this is one of tile vitally different con

structional and operational features that led the Patent Office

to grailt t)-ie Blonder-Schenfeld patent 3,259,904 covering these

different B'l' antennas over the prior teachinQ3. of the Isbe,ll

patent itself (D. Ex. 26, col. 4, line 54) • (See, also, pages

45-50 of brief of defendant and counterclaimant, Blonder-Tongue

Laboratories, Inc., in support of Counts I, II and III of its

counterclaim, where the different constructional and operational

features of the BT antennas are discussed.)

- 15 -
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In thE: annexed photograph, D. Ex. 24,the structure

of Fig. 5 of DuHamel patent3 r079,602, D. Ex. 14, is shown

alongside the B'l' DAR'l' ant.enna, P. Ex. 10. Except for the

greater spacing of the two planes of dipoles in the n~ DA:R~,

the t,W structures are similarly ~ coplanar;

Exhibit~lO

above

Exhibit 14
below

It \1aS '~aaIllitted by Dr. Harris, ino.eed, that tIle

DuHamel structure was not coplanar (T. 196, 197). This was

also positively stated by Dr. DuHamel himself (T. 539).

If the DuHamel structure is not "coplanar", then,

of co?rse, neither is theB'1' antenna structure; and the Isbell

patent is clearly not infringed.

Hare than this, Dr. Hayes was forced on cross-

eXaIllination to admit ('1'.625, 625) that if the B'1' antennas
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were modified to make them "coplanar", they would no longer

operate properlyl

There is thus no i.nfringement of the Isbell pi'ttent,

eVen assuming its validity.

THE PJ1';.YES AND CARREL !?l,TENT 1$. INVALID

1. The !?u:rported Inventipn.W"M.Ni,l.de by Allother.

Dr. Mayes admitted that the only structural difference

be't~eeh the antenna of th}.s patient; and that of tl1¢ Isbell patient;

is the bending of the dipoles into V-shape, Whereupon a higher

order frequ~~cy operation automatically resUlts :

"Q Is it not the fact· that the struc
tural difference between the antennas of your
Mayes and Carrel Patent ;l.nsuit, Pll;l.intiff's
Exhibit 20, and the antenna of the Isbell
Patent, Plainti:f.f's Exhibit 1, is the benddnq
of the straight Isbell dipoles into V's?

"A Yes." ('1'.650)

But, contrary to plaintiff's assertion on page 19 of
" ..

its brief that the only proof that Mayes and Carrel did not

conceive of this bending of the Isbell dipoles into V's is

Exhibit DX-IO, Dr. Hayes admitted on cross-examination that

the very V construction of the BT COLOR RANGER antenna, P. Ex. 35,

with its precise V angles was suggested to him by Mr. Turner of

Wright Air D7velopment Center.

- 17 -



"Q Is there an angle suggested by
Mr. Turner illustrated by Exhibit No. 35?

"A Exhibit 35 has a particular
angle which is the same as that suggested
by Hr. Turner." (T. 362-3)

Thus, Hayes and Carrel were not the inventors of

the only alleged novelty of this patent.

Since the very angles used in the BT COLOR RANGER

V dipoles were admittedly suggested by.anpther, it is probably

unnecessary to point out Dr.~1ayes' further admission (T. 642

644) that the very angles Set forth in . his claimst1ere anti-

cipated by the specific teachings of the Carter patent 1,974,-

387, D. Ex. 15, more than thirty years ago!

2. Invalidity Residinq in Fraud in the Procurement of the Patent.

We reproduce here for the convenience of the Court

the statements in our main brief bearing on elis issue:

"4'. THE PROCURING OF THE HAYES AND CARREL PATENT

"It vdll be>recalled that JFD in its earlier
'63 ads had mis-marked.its Hayes and Carrel type
LPV-ll and other similar antennas with wrong pat
ents, presUinably because the Hayes and Carrel
patent had not issued.

"It was the Foundation, howevez , t.hat; was
prosecuting the Mayes and Carrel patent applica
tion (D. E~. 12, center of cover page).

"Dur:icng the prosecution of the Mayes and
Carrel application, the l:xaminer (D. Ex. 12, p ,
30) took the position that 'V-shaped dipoles'
were well-known before this application, there
was no invention in modifying the Isbell antenna
(as taught in an Isbell IRE paper of gay, 1960)
to use this old V dipole.

.. 18 -
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"Counsel for.theFoundati6nth~reuponpre
pared an affidavit (D. Ex. 12,p.31 and 32) in
which th~y had Dr;Hayes/(and not H:t;".qarrel)
swear that he had made the invention~efore the
May, 1960 publication date of this IFEIsbell
paper.

"The eff?ct ofthi;o was to force the Pat
ent Examiner, who only knew about this May,
1960 paper describing· Isbell's woz'k and did
not; know Qfprio:;;- p",peJ:,~,suchasth""Ur\i",§rsitY'

ofUlinois published reports., to "",itli¢l.l'.'aw>t;he
Isbell. paper as a reference. Without.lsbell as
a reference, the Patent Examiner had to wJthdratq
'the rejection on the Isbell reference' (p. 44);
and the patent was allowed.

"But the record shows that at the time of
execution of this affidavit on !-laylB, 1964,
Dr. )layes haabeen thoroughly fal11il~al;: with
P:rior reports pubLi.ahed more than one ,year
before his Septerober 30, 1960, application
filing date, which prior repc)I'ts sho;·~a this
same Isbell disclosure of the Hay, 1960 article
that had been cited by the. Examiner.

"In fact, Hayes had signed the pUblica
tion, Research Studies. on Problems Re:)c<Itecl to
ecm Anncnnas , Report NO... 2 of the Antenna
Laboratory of tile University of Illino~s tD.
Ex. 8), l\arch 21, 1959 admittedly disclosing
the Isbell antrenna cdd.scf.oauze , Ma.yeis. ¥lSO,
in his sigm:,d disclosure report (D. Ex~; 10)
describing his alleged invention of this very
Hayes arid: Carrel appliea.tion, cited !tli¢further
publicatiun of Isbell 'Log Periodic P.tP01.,
Arrays', ~~tenna Laboratory Technica.I,Report No.
39, June 1, 1959 (also in evidence as,R.I1)x.23
and containing the same di.sclosure as : the later
InE article cited by the Patent·Examiner.)

"Not only did Mayes know of these Isbell
pUbli~ations more than a year before his
application filing date, but counsel! for the
FOUl1clation were also apprised of the same
since they filed the Isbell patentapplica
tion itself and received the Mayes and Carrel
Lnvcnt.Lon disclosure, P. Ex, 10.
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"CeJ;"tainly counsel knew of these earlier pub
lications which Hayes could not have sworn back of
to remove Isbell.as.a reference and which were in
existence more than a year before the Nayes .and
CaJ;"rel filing dates. Indeed, Patent Office Rule
131 under which this Mayes affidavit was filed
(D. Ex. 12, p. 31) specifically exclud~s 1;:he
filing of such an affidavit in these cd.rcum
stances, the rule rea.din,g, in part, Q;S follows:

'Rule .131, Affidavi t of prio:rin\len
tion to .overco111,e .cLted .patent 01:" .pu}Jl:Lca....
don. fa) .Wl1enan;yclail\l of a.p appJ.ica
cIon is rejected·on.referenceto a domestic
patent which SUbstantially ShO"$ or de
scribes but does not claim the ~ejected

invention, or on reference to a foreign
patentor to a printed publication, and
the applicant shall make oath to facts
shOwing a completion of the irtverttiol;l.ln
this country before the fili<!g date9f:' the
application onwhLch the dOl"i1est~cpa~ent
issued, or before! the date of t!'le· foreign
patent, or before the date of tl;-.epr.tnted
pubLicatd.on , then the patent or publica
tion cited shall not bar the grant of; a
patent. to the: applicant, unlessth.e· (late
of such Piitent.or printed pub1icati<;)):;jbe
more tlu-ln one vear riorto ,th~ ::q:.atqJp~~

",h~ch the apphcahon \.;as hlOcl::m t :lis
Country.' [e~phasis added)

"The Foundation's procuring of the H~yes and
Carrel patent, in pursuance<of its efforttlo give
JFD further ., 'munition against ccmpe t.I t.Lon in the
markotplace, "rasthus "ffected by an entirely _
rnisleadir.g affidavit, either prepared,wil1fully
or through gross and want.on -neglect, .perP<f:trating
a fraud on the Patent Office.

"The significa.nce of that fraudu.lent4ffidavit
is all the more pointed out by the testimo~Y of
Dr. Hayes inthi6 case, admitting that heiqould
not. swea r back of Isbell's invention,. and' thus the
Hayes and Carrel patent would never have been
granted had the Patent Officl3.been properly in
formed:

"'Q. Is it not the fact that the structural
difference between the antennas:of your
~1ayes and Carrel Patent in suit, Plain~

tiff's El{hlbi t 20, and the antenna 0.£
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the Isbell Patent, Plaintiff's Ex
hibit 1, is the bending 0.£ the
straight Isbell dipolesintoV's?

It 'A. Yes.

"'Q. Do you agree that the invention of
the Isbell PatEmt, Plaintiff's Ex.,.
hibit 1, was completed befo~e yo~

and Carrel made the invention of
your patent, Plaintiff I s
20t

UIA. Yes.' (T,650)"

3. ~nvalidity Because of Improper Reissue.

'1'he law Ls very clear that reissue patetrtsmay only

be granted under certain strict conditions:

"Whenever any patent is, tl1rough errotwith
out anY deceptive intention, deemed wholly or
partly inoperative or invalid, by r-eaaon of a
defective specification or drawing, or bY.J::eason
of the patentee c Lai.rai.nq.nnoz-e or less than he had
a right to claim in the pa·tent, the Corrunissioner
shall, on tIle surrender of such patent and the
payment; of tihe fee required by law, reissue the
patent for the invention disclosed in the original
patent, and in accordance wi t.h a new and amended
application, for the unexpired partbf the term of
the original patent."

The record here shows that none of those conditions

obtiai.ned in the present case, To the contrary, though the

Foundation had Dr. Hayes and i'lr. Carrel sign a reissue oath

stating that the original patent was "defective and inoperative",·

Dr. Mayes admitted that he knew of nothing in the patent

specification that was defective or inoperative (T. 342).

---_._-
• D. Ex. 11, pages 8, 9, 10.
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Dr. Mayes further stated that he signedthi$ docu-

menton the representation of counsel that theY130ught a broi'lder

patient; (T. 343).

But the file history (D. Ex. 11, p.9, lines 16-18)

shows that, to the concr-ary f the reissue was requested to have

,narrower claims reciting the l>ax't:ic\:l.lar 62° allclthe1.14,o angles
':c'" ,,: . .':,',' "', _',', ,."':',,',"

(see claims 11 through 13 submitted with the petition for

rei13sue).

The record further shows, however, thai under the

<;tuise of gettihgsuch narrower specific claims, thePoundation

later added broader claims not specifying thes-a angles (claims

14 through 17); and thus not even supported by the reissue

petition itself!

Even had the originali!1ayesandCarrelpatent been

Vi'llid, the reissue patent in suit is clearly invalid as im-

properly obtained contrary to lq.vr.

THE HAYES .l>J5lDCARREL Pl\TENT IS NOT INFRINGED ,
EVEN· Hl',D IT BEEN VALID

Since each of the claims of this patent is also

restricted to substantially coplanar or cQlinear construc-

tiQns not employed in the BT antennas, as before discussed

in connection with the Isbell patent, no infringement exists.
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'rHE ISBELL AND MAYES JI.,.'JD. CARREL
PATENTS ARE UNENFORCEABLE

As a result of .the rnisrepresentat;iollsin the proClllre'"

ment of the Mayesahd carrel patent, above discussed, and in

view of t.heunclean hands .and unfair conducc set forth

defendant's brief as to Counts I and II of

evemhadt,he F'otmdation patents been valid

:otlnl~e:rC..i.a~mf

they

are unenforceable. See cases cited at pages 37...44 of defendant's

first brief.

CONCLUSION

Defendant has supported its defenses of invalidity,

non-infringement and unenforceability of the Foundation

patents.

nOFGREN, t'lEGNER r ALLEN, STE;LLi!11\,N .& !,jcCORD

OF COUNSEL:

Robert H. Rines
Rines and Rines
No. 1'en post Office Square
Boston, Massachusetts 02109

March 18, 196B.
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