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THE UNIWMln 0' ILLINOIS FOUNDATION..

,la1ntiff,

v.

BLONJ)BR..'tONea I,ABORAlfORUS, INC.
and.

AWl]) JW)IO QOR'0RA'l'ION,
Defendants.

MOTION TO DISMISS UNDBR THE
PRQV:tSION5 0' RULi 12(b)

and/or

. .MOTION FOR SUMPIARY JUDQMBNT
~R THE lFtOVISIONS 0J'RvtE·56.. , ,', ' , ' " -

, ., " . ' .

l>IfBDANTS' ImPLY BRIEF IN StltPORT· 0Ii' '1'Hlil MOTION,

he Pl.butt'. Answering Brief dO.•s not d1spute the

facts stated on pase Ii of tne defendants' prior brier, but argues

tnat those ta()ts do not require that tne plaintiff's exolu$1ve

lioenseebe Joined a. Clo..plaint1ff; and this notw1th.atanding
, . - ."

that the eXOludve lioenee is in the precise field that the de..

fendants are oharged w1th inv.ding, and turthe%' notwithllltanding

that the exoll,1Sive 11.oenlee is pqin, royaltba to the plainUtf,

Wherefore the plaintiff and the e:!tolulllve licen.ee are both fi..

nanciallyinterested in lIbe outcome of this SUit•. '1'he·Plaint1tt

ha$nPte~Pla1neli,howev.r~ how, 1. tne ablil:enoe of Jo1ning the
,

eJtclulUvel1censee as ~o..pla1nt1tf, the defendantlll will be.
. ,



sate;uaried .1nlt .. furiher suit b, the exolull1ve l1oenllee,

at,er (or even bet'))I'.) the te1'lll1naUon 01' the pre.ent ault.

..' , ' ," ... " , ',.' '! ,:':, ' "

The lelal arlUlllltnta 01' the pla1nt:ttt "111 be d:tleuallJed
.. ,- " " ',- ..

preHntl;v. it 1e chts:l.Nd fil'S., hclove.r, 110 make note Gttbe .

tut· tu.t the plainUtt i. expeeUtll thia CO\l.%'1/ to aeeept, .a·

fa4t...the matteX's newl~ introduoed b1 tM atfidavit ••Ol!>Ulp01;l.na

. th. plalnUff f,. laid i\.na"er1nl Briet.

If tlh:l.a CGWi't shoul4 rule that :l.t 18 pApt.r to eonaLel..

• 1' thO•• Mw1, 1ntroduetd faet., then tlhedetendants would re-
, "".." ;", '., :. ,", ': ',' :< _,' ',:":::,u:/' ..,.,". .:_::.'1; :",-:'-';;' ,,: ,:':,' , "-:".\. ,< ':-" '" " ,,'~ :, ".:::::" _" _,: - ,:

queat that thel· be· atforied .0 opportun1tjr tb.t to oX'ou-exllll:l.M

cleprtved ~t their rilht to· inapeet •tAl! eoillpl.te Liun.. Asreelllent,

exeet:'ptllil onl;y of which aOOOlDp6I'l1 .the $aid i'laJ1.nt.lt't' •• AnlJwel'lrll

Briet,aM the, are likewise noteOl'ftent to accept 10M plain" .

t.1:1'1"1 all.latton that the Nma4ndeX' of the $&14 Liceri.e AlNe':'
", .." " , , ' '.', ': . " ",

. . ','

'l'he defendants' moUorl oan. how.".u.... \lie Q~o14e4 as a

pure qu••Uon of law, upon the bas:!,s arely or the .atd tacts ..

et&1,ledon pase ll! ot the defendant.' prior b:rlet', wh10~ tae1;8. as
" _" ..' ':', , , _',' , " " _ ' ," :, _" , ,.::- ' . ,,-, .' ,', i,:';: _;'-:"" ' __'. : ',:' _, ,.,' I

betot8 sta.te4. the plalntlff <iOe. not di.put••.. HQ aflll11t1onal

tactl are necessarY in order to dec14e that pu:re; ,uelltion of l'w.

lIIent 1s "oonfidential".
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Tbe' pJ,aint1ft'. ar..ent. aA~'
'b1ll1l (pap, 1) ; "We 0011 WOUld' ..,bIOi.- tM

. fact tnatJPO'eU.enM dee. Nt 1ntl_ all

ot the 1.'lsb;t\a avali.b:le un4er- the pat.",· but

11 lUll1tedt~ e.~ain f1elds on11~, . '

• :ltell!$:!.". r'l&!,it to mMe, use lU'KlllleU 'bb.t

'w1\01e tovenUon throulhOUt the'&l1te4, statu;

, nor (lit) .tbe holdelto! an ufl41V1ded .part ,01', ' .
,.>' -.,:-,' :"" "",'::.,-."" "., .'-:, ':'-':.>:.<'., :..' ' ".:<'.'" "':':.;":":'" '.- : ,> \~ ~,: :-:"'" :'

$l'w'e or t ..... e:ltelu~lve ;i'1Sht. un<,t.~ thf/lWMI.

,atetilt; nol', (3) tlhe hol11e1.'Qftlheellte),I1D1Vf!1

h,l!lomilU (:Pase I), the"tore,.· film doe' Ol>$

,-ve1lhe statue, otlJ;f\ &$s'1p$. unCle)." atl1 of'

, 11M e"'.sorle, set Quttn tbeWaterma,ncalll'i
,'I:':" _ """" .,'.\. ",,',- 0",_ ,< '. ':', ',' ':,,', '-"::,'-:, ',' " " : -',:"-'::-" ';':':'., "i'"-":',, -'.':-: '",:,::::,,;.::

81nllle In b ne1thelt (1) the h()lder oithe
.,' ' , ,"" ".--",' '.",,,,, ..

:r1liht \U'lder the Wh01. patent wUMl'l& 1),MG.l';'

'. 1'1e4part 01' thelinit" St.te.1l(~:t.(lQ.t?1nl
, ',:;' ... ,:"',: ,,'_, " " "",," ' " _,'. :",>':'.. ::: ,',' , ',' " "- '. , '. ' ',I, '" ,,', ,",

1.1l18pl4\1ti1Utt· $}.

TIlt........ '........ ~....." """",_; ..i .._ .Ui

the !'lateman .pin1".... Thoulh t~e ;quotat1on tl'Om tbat 0,1n101\

on pas. 3 Il>tthe4e!emlant.lpz>;to1" brUt, ;~otu••peak Qf llt••

.whQ.l"fi)atefttii ~b 'oOnnectUJR with tber1:l"tcat.l..~, .•...
, ,-, '-" ' ,-,.'" .



Itth. tUU~lulll1ve 1'1ihtto make,

. the 1nviltnUoft tllu'ous,bout the 11n1t~ stlat,,'*,

omit. the wor4s "the whole patent" in c"nn$cUon with th.

'Ihel. 'ISftd"an4 II3rd~ 'Qat.corie.' deCidedly do'not 1t'lVC1IlVe n the
" ,,': ,"::: :, -,:;. ", : -,' -:''-':-'-", ".-:': _: '", ,;',',' '. ',:, ""', ,.', ," "" ", :',.,", .,',.:'"',,'> "',.',. '<-, -:-:~:'-,' -..: <'-:.,":':,:-,,, .,.,<,,-::>,,'< "-, "
Wbc>1.epatent" (~e"eQriql t,he p~a1utUt ••)~ t~,the 1lbd,1I olilt...

, COS'Y; .nlJ ·'anundiv1d.ed 1$3;'1';01' llbarll'i Gt th.t ellol"_1v. niht't .
at. the !!:~n.,pae.nll is 1nV()lv!ttrand.1JttheH~HIt,e8\O~'0X71
that pU't. ~n17 .<it tIthe ¥hol!,atill~t" i81nvolved th&t·~. II witbl b

aM tN'o"ihout a Ip.o1tied pal't ott.. qn11l.ed 8tatea". . ' .

Tl1$ pla1fltltt8~$ turthe~ tat ,~' tOll of pap 3) :

"l1'ul'thet'lllol'e•..nowheft 1\1 the ''If!''~ ca•• : .
elM.' the Court .indicate 1.1'1.1.11 the olmt/li" 'ot· .

AO_ON1rte '0 the pllS1llttitt.

80:11'1.. aN id'ln.1(n~:L.· .... .'. .

'fl1ei'1atntitt'e Anllwt1'1q Brier tMn .~a <_.,): ,..

I



0,_ .' ..;. __ .ot... tl' lIl.o~"
'r:l.~t et!eM>ll bO.ldS f;h&tI" 1n ., li1tlt.l.l1t1Qn •

. $u;ah U tb6 p:l:'lliMnt on~, an e:llolwiJive U~

elln1aet in & UlilUed 1'ield 1m an 1l:'t41~n...
Il'Iible (rl'litMr tMn a n~CllllJU\X'N) "'J 1/0

theUtipUQn" (URdersoor1na 11'11»1'11").
,-,:, "",:":':"', ,.", ,,', "",;".: ,',<:'-::" , __ '",', -': '-""""::'::-"":"/>':':/, __ :,:1'/"',":' ":, ,."", ',', ,-

AppannUJ, tntn,. tb6pl.,lnUtf a11l1 tina' thlt ea.. cUed 1>J

tlUt t.te04_t '$pr10rbr1et 40· H ..noll'll'J.. tb6 uli· ob.1••U<II\'I 1•.

t~t tb67. do not: ..olltarl:;" 80 belt.

fo pIJ~ thU metter tuJ'tMr, then,on,.· would 1P,ar

."n, ~. t1118 4~.ewilt1on to a ••antle OOftl$14.1'I1Uon .... to .

. Wbat 11,_ pla1a1r.Utllla:; .lon .:; the ad.1eeuve l1 t,l earl :;,i . ·
" .,

':', '::, " -,.,:,- ',',. '. .)" ";:';:

't~ CA~~.$ .\1ISWS~ BY 'fB .,.v.r.
. . .. In Ml!Il.J!' Lab01'&Ullr1•• lZt1ln1ttd 'fII. R.K, .'!'faa -PS.

" ' : /' <'" ,:,_,', ':". ". , '~l:, }:" ',,: I,.;',:: ::, "", ,'" ,,:'., ''-,', " ~,: j " "' • .", -. ': ,;" , :'''',' :':. ' ,,'"::,:'- ':, ;'" #:: '\:,', ;~:',d ,,'. ,.-:,:,:J ~',\,~"::, ,: __ ,<,,':' "', .: ':,-:':, ' ":'. " '",-': ,
1!!f4' 1~'9# D.e.J!l~D. i'a., 14 P.R.D.450.. "he 4ftttmc$&nt ~II _11'''
to 41.1e. the auit to'¥! t~ilt\~ 1'i>1: the plaintiff· MJ$lrt as OGl"

plalntl1tt an ."olusive Uoel'il$ee.. JU'I'lIOw:' atld· O~I,UlYI lp. a U1ll1~ .

(the vettr1nar:;) tind. {'1'M tlloUon lMludllta a11$$ 1ml)~MJ' _11.4.. ·

. l1exdU$lveU.n..... Lak&:l!l1de r.abo%'&~rleltl, 11'!Il... 111 $1l1ft.~1l.
(itM btmI~) :t"~$14.. uto wb1~ .o.._hl~S WUl b••a~4 laHr.}· ~b.e
lllot1tl>fttQ 41$11.... blilWWX', w~ ·Mtj ~8 in tMP11'~I.nj 1~8tM(l....

. . In., p;t"Olllpfl:1;vI. but, Qrf tt,. c~ntaw.. #.n.~ .thfl· .fIlult bitt .1:'ieen~.. •

.hi tQ~ a QOl'lsiderab3,_ .t1111., l1ur1ng 'tlhlO,h depoS1tilOlUIJ. bad bMh .

wmn in var10ua puts 01' the <lount~I andthEI Clil.~. waa allllQat ..

relUt:;.ti):t' t:t'1a1. '1'M 00\1$:'1::· pointtd .out \l.1mt tht .ptll."P1ll1ll1t .0£ 11M
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""" ." ':. \ '" ~-
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bec..u•• of the cwnteraoUAi tacto» of an l.m.e ..

.1IUt7 4ela, of attn$l l1evemd.na:U.ol'lof .the maltt ,

d\t6 110 to laok otl1l1:1&$n" Oil the ~of tbe de..

tenQrlt Ulpre••nt:i.ni :t.ta .lll9tlon.. X te.l.the mt..1Ii10n

anoti14 be sranttd to' tne ,Elxt.n...·tbat ·11;111 :po••1.bl.·

. ta 1nsl1X'e that 1twill OOt QilUlle MY twi'tM%' dela,
" '.

1ll the }l1"OC.tildit1p.... .

Amot.W has been· Fa.rite4 .. thG r~ '.~ ...,
_.el1 tM p~ci$ 1A quesUOJl tn the vetet-1n.,

"",' ,: ':'." ,:'.:' ,', . '.'.:,:", ::': :.'.:::-. "',";: ,:: ".':: ,":'::'.' ',,>,::',~": "', ",' :::"':'?'i': ,-'::,.,':::", :>, ':':::,;:,.',.,:f:,:' " ..,':"'" , .!<: ":;. ::. "',:<,/\;:",:1<' ,:': ":,':;,:'

f1.1. \}1 aena.x<',!,ht p~$.nt _'it1~n r,>t' 'b..'i'e~ ..
01"4 ~nd:l.OatelII that <.i.tenant' .. AU.....411 l;f,,~naina .
6Clt1v:l.tl b 'in tbi~ f1e1.4;'" .'

'th1S 11 ]111:'8.1••1;y 1>~ a1tll:lat:l.on in 11116· ,".ent cue &la<). n was

at that' Point that t;bet Ccun mlUie tM statlem.nt,' nt6I'N4 to· on

pace 3 ot the JIl..tnUft'l Ana..trUia Brief, rel,at1na ,0 whe\ber

·tihe q.ue.i1ontnvolV1na an exelua1veU"nlile 1n a I1m1te4 field

18 "extr6\lleli' olGa." •. As t116pla1nt1tt $o1'reeti11 s''''Iute" the
- ' , ,,:.,,', ':.,,:' '::,~:'; ',: ,:' ,"" :," ' : :: :,.-::,.~,-, .' '".' ' :"".- ;,< ", ' • ';-,.:.',:'" , : ' :', , - .:" , :,',':' ':,,' .':,.: ,': :.:.:::' .,"',~::,' ..,', : :::: :, I':' :::'-::: " , ,:,,':.-: , .."'., :,' , :i

eoU"ll ti4 no' de014. the Iluu':l.0n. The Court adU4,: hoWever,



, ," :', i' ':'::' :,~.,>:,' : :;'-',:, ," '" ":. :".: ·:i',"" >. , ' .:

~ lO>J.Uo!H , '~ ..11\ ....

tMireia a confliot of· autHwrlty velaUn;· tot'¥he.hilt~ $n .:K~lu.lv.,
l1~el:ll\ee 1:$ an ln4b;p4ilQli~l.putVl"an lRhi~~1\I .Uit. ....

Got.tn c:lJ.edf1ve cues to aUPl'Ontbia Ittat.ent •• tbule"•.

~rttlict.· One 01' the." nVe ea••~.Bu.Ut. ,&!i!7r!t10ft 'If, Lu!t1-

· igl Develo2!l!.~t c.~ratlp~, 1940. D.C.~l. 14'~ ~PP. l~l,l",
1~ dbcW'$$_d ~l'l p/i.ge .~. of thllllietenQant+. pnor brier. ,he e.t.tpt

. , ,
., "

In tlhe pN.ems q.~ .ino.the IietfilMl'mtl$ ~"ted
and. did mthina t~t GoUld •• <lon/iJ14eHd to betnequit

Pl.,· no lilUoh aUpul&tioft is n.G.$~ll.M the 4etenut:ltl$' met..

· ttlon IbOu14 b8p-anteli without X'eq,\lb'bg _ ·$\\ch st1pulatlion.

.... .n ~ btl! of int.Hat that the eJtclulIliva lieen•••, .

Umo\W an4 C!)JIlpany. 'Wa. actually ,101tw4 a. "an_clu*1v. lic'ft'••

· 01 BenSer in the vetmnU1 tle14 1ft tbiaoount:l.'7".BeUfJr Ie!!?OX'.. ··

Itot1!llltt~i!:C" v. !.l:. La.:roi Oolllpanr a.~.~tlter~1"&toX'~.avt,
.,' ",::,:,1,::", :,:', ""',__,:,::-:,~:,, ',,:.«#1 ,':., ' ,,:; . ,>: ',,' I.,~'i;" ", .; .:", ::", ',.",:".', ::.'" ," _:",' :'.-.' ~:' :":"':', ,:;:,,::'.:, <, ':;,i' ':" :','" __ ,:,,,':~,,:':::'<:' ':::;::':;,',. ,<,,";>' ',: ",.,:,.:.':' :,:_",,:.-' ';' . ,:" :'-'-:',_"', .'
.. A~u1" and C0lJl2anl. 1962, n, C. S,l), Pa." m If. Sup,. 639, fJto-641,

. ,:,,:',,', ';'-": ..":; d :', ';:--:,. " ....>.:',':: ..:;,:<':: ",. ',,':): ;': ':''-,'_'':>''-':'>''':\''::'':: ..', :__ , ' , ,':. :"':;:-':":'" ,.-,,'\""".,: ,".:" ,.>:,:"-"'",,;'::;.. .: ,:y":'>'

· 64th at!'.3lr If. 2li 455. 456. cern, dlmle4, 315. 0.. $. 813.

. . A$ .i'orRo,lUdtl v.Loni Jk\mtf...tu;>1ni·2.-~.. 19;;,

D.:C.N,C., 18 F.R.D, #5, 46, IlUQtfll<i from en Pap4~ttM'1"1rl'"
1l1tt~$ Anaw&:t:'lna Brier; the license 1nv~lVtIii 1l'1t1ha.t fie."... not·

e:l(~lu$1ve~ It l;1ll1.~ of tnetype of licenae :tlMt wall Fan_edto

• Lak$tU.de !A.'b:oratQ!'les, Ine. in the Beniercue~ b.to~ lli..ot.t••ed,
,::-,' ,-::: ,,<;:.: ':,:, ' ":, "," -':' , ' _:': ;?:::. ":,,:,, .'. ,:' , ..', .:_' " .. ,1 :;:-, ,'F; : : ::/ :", .. : ::'::,: ,:< ,f.-'::,::,"; ,,,,.,'., ,.':" ',::":,:',: ", , ';" ,", .. ,

and Which. tne C~l.U't d.ht1l'14tlY held, Pas- 454, •• Imt· an e:lCclu..
- "'" I
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,; 2. . 'rAcElnllllllr hel!'$by snnts .•• ~ • lAO exelu.. .

Illive non...tlt'f,nste.t>ablttr1pt ~d ~1e.n.ecnli\T
;11 tM ti.l~ .. .to lliaktt,u.e or sell. •• ~. II.

I " " ',' '" , .. , ' ",' " , ~;"" ;", , '.

'lhlll.& ·ue. thl! IJpee1t10 teX'/lls t~t are p%'elil(l:t:':l.bed ion .tne W-ttt1fll18
:,,.<;;, ,"".',;'/0::-:, "". '. ";".- '.', _:-:::\:'.::,':::,:",'~'t.:-'; ",> '',-:;':'':';':. "",' "::-,;".~:,::-',,!""':(: t.: """::";';:.:.,,....,,'::' ,"';.:'-,"'·.'''':i,:''.;.I'

.alile 8.8 l;lonverting the u.e$l'l.~ into an ..a1in"nt;~ t'luqare ,.

Ifo1"'l1eHCl ~bat the Clerk· :taau. IUflll:IlOftlil till) .

Harl'inston Manutaotur1ns Company to appeal' .

. U4 party .Ud aSllert such ela1ln. alll U ma,y .

. M,ve in the ~ubJect 1114tter Qt the ~etl€ltl."

'lim AD:l)I'lIONAlo·Af~D FACTI· UWt.,YATfBJOtJQ> 'l.'0·
. . .l3Iil IN'.l.'.aOlWCU . . . .. .

. 'ft lI. PtA_mI. Aft'DAVIt' . . ... .
-, ",:""",,', '<"''-'':.":",'',:",:",::'~,:,:::':""",, ':',', .. ' '::'. :,:,,,,<"':I,~,:,.: ";,:,,<,.,::,I,~,,,' ....;:." ".:<,,'~"",,:':"""",,-,,, '. , :,:

. 'l'1\e abo",. has been statedw5J&houtl arw t)onlt1dell'at1cn of

the aUesed taot. newly attHillllpted tQ};). U'Ulro!i'..eed by tM 'llll1~"
titf l • affidavit. In the eventl I>hat theO~urt IMuld be 1ftc:U.llM

. ,,,..' ",' '.. ' ..... '. ,,'. ' ,"; ,', .- ,", :.;. ' j' '," " , ' " ',,' "

to consider theae.add,1t1Gl'\al fact., howe",e):':. p8S-ha,a it·WOU14 )).

sater ten, the defendant to offer the tollowing ~entlill
At th$· top t;)t page 5, the 'i'la1tlUtf Qi11il: ..

. ;..:,



"'':::,-,' ,<,' ,'. ,.",,".,',",- ,1':'--:"'" ;', ':'" .',','".' ,:, ,,'.,'., " ',' ":"-:.""":" :" ..,-:':.'.. :i:",:,.-', ,::"::'-';:::..

"J.'.I>; would be bound by any 4tt",U1onNn-

£leNd he:t'e111.

In the 1'1:1:'$t ,pleee,a'ttl!lll'lt:1,ot'l m~ be 1nv1t1ed to thequotat1.Qft, ,at

'the bottG1'll fl>t pllse 5 and the top otpaga 6 of tb.,talttend..t~lp:t:'1.1"
briefJI f1,'OOl Bakel1,te C()1'~Qr~t1on v. t.u~X'l-ZQl ,l)lJvelQ.Fent oo.m.. '

t1on, 194o,D~C.Del., 34., Supp. 142.1.44. A:bi;llmtiQI'l!l;$Ube 1n..

v1tte~ ahe to thequQ.tatienl~t tbebQttolll of pap 9 'or tne l/1.t."d~
all'.'. ':1:'101' bl'1ir1f,tl"l)lll,l'~ 1\. ,Mall()l'lO .00. t In<!-. v-• AutOllloUve ,

~X'IIl.· Outlet. ;na:•• 19:;iOj D.l::. $,,1:), :N.'!~, 45 F~2d$lO, 813.

,fMre~ ma.ny Ca..8. holding that the Jl'1Shtlill otl»s.tent l:)wners •

eXel_~'V'll l:!.cenlJen aft not 1<ient1e.a.l. The 11l;ltclulll1ve lieena••• '

mUati:le made pai'Uelll in' order. that tbS1X' ;rightlh ,asl\salnatdtteH"

lll~" be adJUdicated 1n thellame l1t1ga.t1on~ .

. In t~ seoond place. the IIlxclufil1ve

,., ."'.. . ' ' , . .' ,","

" ' ", " : ,,--:':: "", '. '''i " .

• .dIlI»l., tIl%: !'JMlOV& 6G., 1114.'11. Aut<llllOtt'le!JllEs< 2!t1:!t!
ljao, p.a.S.D.N. Y.; 45,~,a4Iilo.. at ~qe8U; u.litU•••40Q·P~•.

9 fiji tlhlt d.t.4.nt<'tant.t, P~Q:r br1lilt', 'l'h.ey ue. th.e .t&:Il'mS 1>7 Wh1ChJl'

tn the .nlJ.%' oas., at pqe 4~4, tbeCourtdco&n1$~.tlU\tA:I'lliW3l'

aM OQlllPIlt.1'lY ,was an exeludve l1.:elJllUil.; and that' Laae'~d. l.U.r..... '

'tor1Ellll,lnc. was not an eX(llWiiive liri.nlle..

•






