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PATENT OFFICE FEES 

MARCH 1, 1965 .—Committed to the Committee of the Whole House on the 
State of^the Union and ordered to be printed 

Mr. W I L L I S , from the Committee on the Judiciary, submitted the 
following 

R E P O R T 
[To accompany H.R. 4 1 8 5 ] 

' The Committee on the Judiciary, to whom was referred the bill 
( H . R . 4 1 8 5 ) to fix the fees payable to the Patent Office, and for other 
purposes, having considered the same, report favorably thereon 

- without amendment and recommend that the bill do pass. 

PURPOSE OF THE BILL 

The purpose of H . R . 4 1 8 5 is to increase fees payable to the Patent 
Office so that a reasonable part of Patent Office costs may be recovered. 
In so doing, the bill also seeks to encourage better prosecution of 
applications, fix payments at more convenient times, and reduce the 
volume of unused patents. 

The fees payable to the U.S. Patent Office are prescribed by statute 
and have not been overhauled in the past 3 3 years. In that period, 
the ratio of Patent Office income to Patent Office expenses has fallen 
drastically. Where once fee income substantially covered operating 
costs, it now recovers only about 3 0 percent of such costs. 

H . R . 4 1 8 5 is responsive to an executive communication from the 
Department of Commerce (app. A). It is the latest in a series of 
measures designed to restore a rational relationship between Patent 
Office fees and the cost of administering the American Patent Office. 
Enactment of the bill would ultimately permit the recovery through 
fees of approximately 7 5 percent of Patent Office costs. 

The principle underlying this executive, proposal is set forth in the 
following excerpt from a letter dated April 1 8 , 1 9 6 2 , from the Director 
of the Bureau of the Budget to Subcommittee Chairman Willis 
stating the general policy of the administration with respect to charges 
for governmental services rendered to identifiable recipients: 
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2 P A T E N T OFFICE F E E S 

In the conduct of their various activities many Federal 
agencies are required to provide certain services, supply prod
ucts, or authorize the use of public resources which convey 
special benefits to identifiable recipients above and beyond 
those which accrue to the public at large. In fairness to the 
taxpayer, who carries the major burden of support of Fed
eral activities, the Government has adopted the policy that 
the recipient of these special benefits should pay .a reasonable 
charge for the service or product received or for the resource 
used. 

The Congress gave statutory expression to this basic 
principle in title V of the Independent Offices Appropriation 
Act of 1952 (5 U.S.C. 140) which establishes as an objective 
that services rendered to special beneficiaries by Federal 
agencies should be self-sustaining to the fullest extent pos
sible. I t is our opinion that the patent system does provide 
such a special benefit to identifiable recipients—i.e., the in
ventors, applicants, and holders of patents—and that accord
ingly these beneficiaries should bear a fair share of the cost 
of the system's support. The monetary value of rights 
acquired through the patent system is often very large. A 
large subsidy to the system is not necessary to protect t h e 

Eublic. In fact, the bill seeks only to restore the well-estab-
shed principle that the patent system should be substantially 

self-supporting by providing for fees which are commensurate 
with current needs. 

The full text of this letter, which was written in support of H .R . 10966, 
87th Congress, a substantially identical measure, is attached hereto as 
appendix B . The committee agrees with the foregoing formulation. 

Although the principal purpose of H.R. 8190 is to provide more 
nearly adequate income through higher fees, the bill also contains re
visions of the fee structure. Principally, these serve two purposes: 

(1) To provide incentives to efficient and economical prosecu
tion and examination of patent applications; and 

(2) To provide for deferment of payment of parts of the fees 
to times when the patent owner will be in a better position to 
judge the commercial value of his patent. This is also designed to 
encourage patentees to discard patents whose disclosures they do 
not expect to come into commercial use, and is expected to reduce 
the number of unused patents in force. In a laudable effort to 
meet recurrent objectives to the deferred fee concept, H.R. 4185 
provides an alternative optional flat fee in lieu of such payments. 

HISTORY OF PATENT OFFICE F E E LEGISLATION 

The principal Patent Office fees now in effect were established b y 
Public Law 212, 72d Congress (47 Stat. 382), which increased the 
filing and issue fees to the present $30 figure. The purpose and effect 
of this legislation was to reestablish a balance between income and 
operating costs at the Patent Office that had permitted its operation 
to be substantially self-supporting. Thereafter, until 1946, no legis
lation was introduced to change the major Patent Office fees. How
ever, as the ratio of fee income to operating costs declined (from ap
proximately 75 percent in 1946 to the current 32 percent), a number of 
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P A T E N T OFFICE F E E S 3 

measures were introduced with the purpose of raising the fees and 
thereby of reestablishing the pre-World War I I ratio of recovery of 
90 percent or more. 

The first such postwar bill (H.R. 2520, 80th Cong.) was introduced 
b y Representative Michener on March 12, 1947. I t provided filing 
and final fees of $50 plus $1 for each claim over 20 and minor increases 
in miscellaneous fees. The subcommittee held hearings and adversely 
reported the bill to the full Committee on the Judiciary. N o further 
action was taken. A second fee bill (H.R. 3700) was introduced b y 
Representative Keating on June 3, 1 9 4 7 . This bill proposed mainte
nance fees of $50 and $75 payable after the 5th and 10th years. I t 
also proposed-increasing miscellaneous fees although no increase in 
the filing and final fees was proposed. The subcommittee adversely 
reported the bill to the full committee, which took no action. 

In the 83d Congress, identical bills (H.R. 9794 and S. 3738) proposed 
a filing fee of $40 plus $5 for each claim in excess of five, a final fee of 
$50, plus $5 for each claim in excess of five, and minor miscellaneous 
increases, but no action was taken on either bill. 

In the 84th Congress two bills were introduced by Representative 
Celler (H.R. 4983 and H.R. 7416). The first provided for a filing fee 
of $40 plus $5 for each claim over five, a final fee of $50 plus $5 for each 
claim over five, and minor increases in miscellaneous fees. Hearings 
were held and the bill was reported favorably to the full committee. 
However, H.R. 4983 was superseded b y the second bill, which would 
have required a filing fee of $40'plus $2 for each claim over 5, $2 for 
each sheet of drawing over 1 and $2 for each page of specification over 
10, a final fee of $50 plus $5 for each claim over 5, and increases in 
miscellaneous fees. In House Report 1 2 0 1 , the Committee on the 
Judiciary recommended passage of the bill but it did. not reach the 
floor of the House. 

In the 85th Congress identical bills (H.R. 7 1 5 1 and S. 2 1 5 6 ) pro
vided for a filing fee of $40 plus $2 for each claim over five, a final 
fee of $50 plus $5 for each claim over five, and increases in miscel
laneous fees. N o action was taken on S. 2 1 5 6 , but hearings were held 
on H.R. 7 1 5 1 and in House Report 963 the committee recommended 
passage with an amendment raising the number of claims allowed 
before a charge was imposed from 5 to 10. N o rule was granted to 
afford House action. 

S. 2 1 5 6 and H.R. 7 1 5 1 were reintroduced in the 86th Congress as 
S. 494 and H.R. 2739, respectively. N o action was taken on S. 494 
but hearings were held on H.R. 2739 and the committee, in House 
Report 6 2 3 , recommended passage. Again, the bill was not brought 
up on the floor. 

In the 87th Congress, on June 19, 1961, Representative Celler 
introduced H.R. 7731 in response to an executive communication 
from the Department of Commerce. I t proposed a number of fee 
increases and also included proposals for deferred or maintenance fees 
of $100, $300, and $500, after the 5th, 9th, and 13th years, respectively, 
of the life of a patent. H.R. 7731, 87th Congress, like the present 
bill, was designed to recover approximately 75 percent of Patent 
Office fees. Subsequently, the Department of Commerce requested 
introduction of a draft bill designed as a substitute for H.R. 7731 which 
became H.R. 10966. Hearings on H.R. 10966, 87th Congress were 
held before Subcommittee N o . 3 of the Committee on the Judiciary on 
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4 PATENT OFFICE F E E S 

Apri l 19, 1962 (serial N o . 26). T h e subcommi t t ee heard t es t imony 
from t h e Commissioner of P a t e n t s and his predecessor, from repre
sen ta t ives of a n u m b e r of associat ions in teres ted in t h e p a t e n t sys tem, 
a n d o the r persons, and received wr i t t en s t a t e m e n t s from m a n y 
in teres ted par t ies . On J u n e 2 0 ; 1 9 6 2 , H . R . 1 0 9 6 6 , 87 th Congress, ( 

was r epor t ed favorably to t h e House b y t h e C o m m i t t e e on t h e 
Jud ic ia ry (H. R e p t . 1 8 5 0 ) and on Ju ly 11 a ru le was g ran ted (H. 
R e p t . 1 9 7 1 ) , b u t the measu re was no t called u p . On Sep tember 27, 
1 9 6 2 , a sl ightly revised version of H . R . 1 0 9 6 6 was repor ted (S. R e p t . 
2 1 6 7 ) b y t h e Sena te Committee on the Jud ic ia ry as an amended 
S. 2225, b u t t h e measure was no t b r o u g h t to t h e floor. 

I n t h e 88 th Congress H . R . 7370 was in t roduced, again a t t he 
r eques t of the D e p a r t m e n t of Commerce . Thereaf ter H . R . 8190 was 
in t roduced , differing form H . R . 7370 only in t h e formulat ion of 
section 4 of t h e bill, dealing wi th the procedure in issuing a p a t e n t . 

T h e pr incipal differences be tween H . R . 8190, 88 th Congress, and 
H . R . 10966, 87 th Congress, were as follows: 

(1) T h e basic filing and issue fees were increased from $40 to 
$50 and $75, respect ively; 

(2) T h e ma in tenance fees, payab le a t t he end of t h e 5 th , 9 th , 
and 13th years , were ha lved ; 

(3) A provision was inser ted to requi re t h e P a t e n t Office to 
notify p a t e n t owners t h a t a ma in tenance fee is d u e ; 

(4) Provis ion was inser ted to m a k e clear t h a t claims m a y be 
wr i t t en in dependen t form and should be in te rp re ted b y read ing 
in to t h e m all the l imita t ions of the independen t claim from which 
t h e y depend ; and 

(5) Sect ion 4, as i t appeared in H . R . 10966, 87 th Congress 
(and H . R . 7370) was changed to preserve an appl icant ' s control 
over issuance of a p a t e n t (by n o n p a y m e n t of fees) for 3 m o n t h s 
after, no t ice of allowance. 

On D e c e m b e r 3, 1 9 6 3 , H . R . 8190, wi th a m e n d m e n t s , was repor ted 
favorably to t h e H o u s e (H. R e p t . 949, 88 th Cong. , 1st sess.) and on 
J a n u a r y 22, 1 9 6 4 , it passed the House . T h e measu re failed of enac t 
m e n t in t h e Sena te . 

I n t h e p resen t Congress, H . R . 4 1 8 5 was in t roduced b y Represen ta 
t ive Willis, again a t t h e reques t of the D e p a r t m e n t of Commerce . 
T h e pr incipal differences be tween H . R . 4 1 8 5 a n d H . R . 8 1 9 0 , 88th 
Congress, which passed the H o u s e are as follows; 

( 1 ) H . R . 4 1 8 5 provides an opt ional a l t e rna t ive flat fee of $75 
in lieu of ma in t enance fees; 

(2) H . R . 4 1 8 5 increases t h e cost of copies a n d imposes a smaller 
increase in the fees for appeals a n d recording ass ignments 
( these changes were suggested in Sena te hear ings) : 

(3) H . R . 4 1 8 5 p rovides addi t iona l not ice r equ i rements wi th 
respect to ma in t enance fees due ; and 

( 4 ) H . R . 4 1 8 5 provides added clarification of val id i ty of claims 
in independen t form. 

I n s u m m a r y , t h e commi t tee notes t h a t subs tan t i a l P a t e n t Office fee 
increases h a v e been the subject of legislative proposals in t h e 83d and 
each succeeding Congress and t h a t t h e concept of ma in t en an ce fees, 
far from being novel , was embodied in legislative proposals as early 
as 1 9 4 7 . 
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PATENT OFFICE FEES 5 
N E E D FOR INCREASE IN PATENT OFFICE R E V E N U E S 

As has been stated, the income from patent and trademark fees and 
services once covered, the operating costs of the Patent Office. In 
the last 20 years, however, there has occurred an increasing divergence 

v between income and operating costs, attributable primarily to the 
skyrocketing of costs in the past 15 years. Material submitted by 
the Patent Office in connection with recent hearings indicates that 
this problem is not peculiar to the United States. Using the average 
costs of 1930-39 as a base, the operating costs of our Patent Office 
have multiplied fivefold. On the same basis of comparison, Germany's 
Patent Office costs have trebled; Switzerland's have increased fivefold; 
Great Britain's costs are 5J^ times what they were; the Netherlands' 
costs have multiplied by 8, and Canada's by 11. 

On the other hand, a comparison of the income and expenses attrib
utable to the administration of the patent system in Switzerland, 
Germany, Denmark, Sweden, Great Britain, Canada, the Netherlands, 
and the United States for the period 1957-60 discloses that we in the 
United States now have by far the lowest recovery ratio of any of 
the countries compared. The committee perceives no justification 
for the great difference between our present cost recovery figures and 
those which followed the 1932 legislation, nor for the extent to which 
our own recovery ratio falls behind those of the countries of Western 
Europe and Canada. 

If one were to take into account only the decreased purchasing 
power of the dollar, the filing and final fees totaling $60, which were 
established in 1932, would have to be increased to $131 to produce 
income of comparable purchasing power in 1962. For the most part, 
the increases in Patent Office budget represent increases in the basic 
expenses of its operation. Thus the principal components of the 
Patent Office budget; namely, payroll and printing, represent over 
95 percent of its budget today, as they did in 1932 and in 1940. In 
1940, the average salary for Patent Office employees was $2,600. By 
1962, including benefits, it amounted to $8,100, more than a three
fold increase. So, too, in 1940, the rate per page for printing patent 
specifications was $4.41. By 1962, it was $14.75, again more than a 
threefold increase. 

Other Government fees have increased, but those of the Patent 
Office remain pegged at the 1932 level. Meanwhile, the cost of legal 
services, like that of all services, has also drastically increased. With 
other costs mounting, and the Patent Office fees remaining fixed, 
the percentage that Patent Office fees now represent in the total cost 
of procuring a patent on a simple invention has been reduced to 
approximately 9 percent. No explanation has been offered the com
mittee why Patent Office fees should not undergo a change propor
tionate to the changes which have occurred, for example, in the cost 
of legal services connected with patent procurement. 

It is obvious that a substantial increase in Patent Office income is 
long overdue. 

GENERAL STRUCTURE OF H.R. 4185 

H.R. 4185 comprises 12 sections. 
Section 1 of the bill makes various changes in the existing fees 

payable to the Patent Office in patent cases. 
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6 PATENT OFFICE FEES 

Sections 2 and 10 provide that patent fees shall be payable by 
Government agencies and their employees. 

Section 3 makes changes in trademark fees. 
Section 4 changes the time for paying the issue fee (provided for in 

i tem 2 of sec. 1) and is designed to permit earlier dissemination of dis
closures of applications found to contain inventive subject matter. In 
the notice of allowance, the Commissioner is directed to specify a 
sum, constituting all or a portion of the issue fee, which shall be paid 
within 3 months thereafter. A n y remaining balance of the issue fee is 
to be paid within 3 months after issuance of the patent. 

Sections 5-8 introduce maintenance fees in patent cases. After a 
patent is issued, the patentee is required to pay a fee of $50 at the 
expiration of the 5th year, a 2d fee of $100 at the expiration of the 
9th year, and a 3d fee of $150 at the expiration of the 13th year, from 
the issue date of the patent. These fees are required to maintain the 
patent in force, and failure to pay them results in a lapse of the patent 
rights. The inventor who owns the patent may defer the payment 
of maintenance fees due on the fifth or ninth anniversaries of the 
patent if the total benefit received is less than the amount of the fees 
due. A patentee or assignee is given the option at the time of notice of 
allowance of his application of paying $75 in lieu of all maintenance 
fees. 

Section 9 provides that the maintenance fees provided by sections 
5-8 and certain other new fees shall not be retroactive. 

Sections 11 and 12 expressly recognize the dependent form of claim 
and are designed to make it clear to examiners, applicants, litigants, 
and courts that dependent claims are to be considered individually on 
their merits. The validity or interpretation of dependent claims does 
not depend on' the validity or interpretation of the claim from which 
they depend. 

PRINCIPAL PROVISIONS OF THE BILL 

The principal provisions of H.R. 4185 are as follows: 
Section 1. Patent fees 

T h e two basic fees in patent cases are a fee payable when the appli
cation for patent is filed and a fee payable when the patent is to be 
issued. These now are $30 each (with a charge of $1 for each claim 
in excess of 20, the results of which are relatively minor). These two 
fees produce approximately 50 percent of the revenue of the Patent 
Office. 

I t em 1 of section 1 proposes to raise the filing fee from $30 to $50 
with a further payment of $2 for each claim presented in excess of 
10 (whether in independent or dependent form) and $10 for each 
independent claim presented in excess of 1. The difference in form 
between an independent and a dependent claim is simple. A claim 
in independent form stands on its own in defining the invention, while 
the dependent form incorporates by reference a previous claim and 
adds some additional limitation. For example, a dependent form 
would be: "Claim 2. A life preserver in accordance with claim 1 and 
means to fasten the preserver around the waist of the user." A 
further discussion of dependent and independent claims and the 
reasons for the difference in charges will be made in detail later. 

This revision will more than double the income from filing fees for 
original and reissue applications. (See table 1.) 
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P A T E N T OFFICE F E E S 7 
The second important change in fees by section 1 (item 2 ) is to raise 

the fee required to issue a patent from $ 3 0 to $ 7 5 with an additional 
•charge of $ 1 0 for each page of specification as printed and $ 2 for each 
sheet of drawing. I t is estimated that this change will more than 
treble the income from the issue or final fee. 

v Section 1 also changes the fee structure applicable to design patents: 
I t em 3 requires a filing fee of $ 2 0 and an issue fee of $ 1 0 , $ 2 0 , or $ 3 0 , 
depending upon whether the applicant wants a term of Z%, 7, or 1 4 
years. The present design fee is a filing fee of $ 1 0 , $ 1 5 , or $ 3 0 depend
ing upon the term of the patent that is wanted. One of the purposes 
in changing this section is to have design fees parallel the filing and 
issue fees for other types of patent applications and to avoid the 
present practice wherein an applicant files for a 3^-year term and, 
upon allowance, requests that the term be increased to 7 or 1 4 years, 
paying the balance of the fees. I t is estimated that the change 
will reduce to a reasonable extent some of the burdens on the Office 
and, for that matter, on the applicant himself. 

For a similar reason, section 1 changes the structure of the reissue 
patent fees from a flat charge of $ 3 0 for filing the application to a 
filing fee of $ 5 0 with an additional charge of $ 2 and $ 1 0 for total 
claims over 1 0 and independent claims over 1 newly presented, respec
tively (item 4 ) ; and an issue fee of $ 7 5 plus $ 1 0 for each page of speci
fication as printed and $ 2 for each sheet of drawing (item 2 ) . There 
is no fee currently charged for issuing a reissue patent. Here, again, 
the revenue from the change is slight. There are only approximately 
2 0 0 reissue applications filed each year; however, the revision will 
establish uniform treatment for all patent applications, whether 
original or reissue. I t costs as much to print the reissue patent as it 
does an original patent, and the cost of examining such applications, 
although it starts from where the previous application left off, can be 
and usually is substantial. These facts being true, i t seems reasonable 
for reissue applicants to pay the same fees as new applicants are 
required to pay. 

I tem 6 of section 1 preserves the fee on appeal to the Board of 
Appeals at $ 2 5 and, in addition, imposes a fee of $ 5 0 when a brief is 
filed in support of the appeal. 

The purpose of this change is twofold: (1) to increase the appeal 
fee so that i t will be more nearly commensurate with the expense 
involved, and ( 2 ) to encourage withdrawals at the earliest possible 
time. 

In many cases, after the appeal is filed, the case is reconsidered 
by the examiner, the claims allowed, and the appeal withdrawn. In 
other cases, the appellant m a y lose interest in the invention and 
abandon efforts 'to get his patent. In both cases, the proposed fee 
structure will encourage applicants to resolve the issue at an early 
time and withdraw the appeal, helping to relieve the Board of Appeals 
from its increasing backlog. 

The sale of printed cdpies of patent specifications and drawings at 
2 5 cents per copy represents a large fraction of Patent Office income, 
at present about 2 0 percent of the total. This charge has been dou
bled by item 9 of section 1 to reflect more nearly the cost of reproduc
ing the copies. In addition, the Commissioner is given authority to 
raise the charge to not more than $ 1 in the case of specifications 
above a certain size and for plant patents printed in color. 
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8 PATENT OFFICE FEES 

T h e final i m p o r t a n t change in section 1 pe r t a ins to the recording 
of ass ignments . A t p resen t a basic charge of approx ima te ly $ 3 , wi th 
smal l surcharges for size a n d addi t iona l i t ems , is m a d e to record an 
as s ignment even though a n u m b e r of appl ica t ions , regis t ra t ions , or 
p a t e n t s a re assigned b y one i n s t r u m e n t . T h e combined charges aver
age a b o u t $ 3 . 2 0 . I t e m 1 0 of section 1 of t h e bil l proposes a charge ' 
of $ 2 0 for recording t h e ass ignment of a p a t e n t or appl icat ion a n d 
an add i t iona l $ 3 for each o the r i t em inc luded in t h e ass ignment . A 
subs t an t i a l increase in income to t h e P a t e n t Office from this change 
is i l lus t ra ted in tab le 1 . One of t h e pr inc ipa l purposes in rais ing t h e 
fee for record ing an ass ignment is t o p lace m o r e of t h e bu rden for 
P a t e n t Office opera t ions on those appl ica t ions , p a t e n t s , a n d regis t ra 
t ions which h a v e p roved t o b e va luable . P r e s u m a b l y , the re would 
b e no traffic in p a t e n t s , appl ica t ions , a n d regis t ra t ions which are 
valueless. Conversely , if a n y o n e goes to t h e t roub le to a r r ange an 
ass ignment of a n y one of these, i t m u s t h a v e been de t e rmined to h a v e 
some va lue . 

I t e m s 5 , 7 , and 8 of section 1 , deal wi th c i rcumstances of relat ively 
small occurrence and t h e income from which is small . Changes are 
m a d e to keep t h e m in line wi th o ther changes. T h e reference to 
certificates unde r section 2 5 6 in i t em 8 is new and, to this extent , a 
minor new fee is added. 

Sections 2 and 10. Fees to be paid by Government agencies 
Section 2 of H . R . 4 1 8 5 provides t h a t p a t e n t fees shall apply to 

G o v e r n m e n t agencies, in o ther words , t hey are to p a y the same fees 
as a n y b o d y else, except t h a t fees for inc identa l or occasional requests 
m a y be waived. Section 1 0 m a k e s a coordinat ing change. Objec
t ions m a y be raised to this provision on t h e g round t h a t i t is pure ly 
a bookkeeping opera t ion and should no t be requi red . 

I n t h e opinion of t h e commit tee , t h e change is desirable. Fo r one 
th ing , i t seems desirable to keep a record of how deeply involved other 
G o v e r n m e n t agencies are in t h e p a t e n t p rocu remen t business. 
K n o w i n g t h e cost of this invo lvement should be helpful to t h e Govern
m e n t specifically in connect ion wi th G o v e r n m e n t p a t e n t policy, and 
in connect ion w i t h various appropr ia t ions a n d t h e a m o u n t of money 
spen t b y these agencies for p a t e n t p rocu remen t and admin is t ra t ion . 

T h e P a t e n t Office is no t exempt from m a k i n g p a y m e n t s to o ther 
agencies of t h e Federa l Governmen t . M o s t no tab ly , i t pays t h e 
G o v e r n m e n t P r in t ing Office a b o u t $ 4 million a year for pr in t ing 
p a t e n t and t r a d e m a r k specifications and var ious publ icat ions such as 
t h e Official G a z e t t e and t h e like. If in te ragency transfers are s imply 
bookkeeping entr ies , th is should no t h a v e been necessary. However , 
i t has u t i l i ty . I t causes t h e P a t e n t Office t o keep i t s 'p r in t ing costs in 
m i n d and to seek ways to simplify, reduce p a t e n t size, and t h e like. 

I t does n o t seem unreasonable to allow the P a t e n t Office to receive 
income from o ther G o v e r n m e n t agencies which file and prosecute 
p a t e n t appl icat ions . T h e applicat ions filed b y these agencies t ake 
u p examining t ime and require o ther p a t e n t service functions jus t as 
those filed b y individuals and companies . T h e r e is no reason w h y 
their p ropor t iona t e share of P a t e n t Office costs should no t be reflected 
in P a t e n t Office income receipts jus t as those of a n y p r iva te individual 
or c o m p a n y are reflected. 

T h e P a t e n t Office es t imates t h a t i t would realize approximate ly 
$ 3 0 0 , 0 0 0 — b a s e d on 1 9 6 2 vo lume of business—from fees paid b y 
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Governmen t agencies if H . R . 4185 is enacted in to law. Fo r t h e ever 
heavier commi tmen t s b y G o v e r n m e n t in research and deve lopment 
programs, this is b o u n d to increase. T h e Commissioner of P a t e n t s 
believes t h a t t h e o ther agencies should p a y for P a t e n t Office services 
and a n u m b e r of G o v e r n m e n t agencies, including t h e B u r e a u of t h e 

v Budge t , agree wi th this view. Gove rnmen t agencies should be m a d e 
to t h ink twice before ordering m a n y copies of m a n y different docu
men t s . H e argued t h a t people t end to t r e a t costs more respectfully 
when t hey come ou t of the i r own budge t . 

T h e proposal was a t one t ime suggested b y this commit tee . D u r i n g 
an earlier hear ing in 1955, on H . R . 4983, which requi red Govern
m e n t agencies to p a y only cer ta in fees and n o t all t h e major ones, i t 
was the commi t tee ' s suggest ion t h a t t h e P a t e n t Office should collect 
all fees from G o v e r n m e n t agencies jus t as i t does from p r i v a t e bus i 
nesses. • T h e commi t t ee repor ted a subs t i tu t e bill, H . R . 7416 (H. 
R e p t . 1201, 84 th Cong.) in which i t revised the provision so as to 
requi re G o v e r n m e n t agencies to p a y all fees, including appl icat ion 
and issue fees. 

T h e r e is ano ther compell ing reason for this provision. T h e P a t e n t 
Office goes before the Appropr ia t ions Subcommit tees each year and 
is required to m a k e a snowing of how i ts income s tacks u p aga ins t 
i ts opera t ing costs. P a r t of i ts deficiencies arise because G o v e r n m e n t 
agencies do n o t h a v e to p a y fees. If t h e P a t e n t Office can receive 
r e imbursemen t for expenses falling upon the P a t e n t Office because of 
d e m a n d s of o ther G o v e r n m e n t agencies, as i t m u s t p a y t h e m for ex
penses incurred b y t h e P a t e n t Office, financial responsibi l i ty will b e 
fixed and encouraged; a n d accountabi l i ty to the Congress will b e 
m a d e easier. 

Section 3. Trademark fees 
Section 3 of the bill m a k e s various changes in fees re la ted to t r a d e 

m a r k cases. I n form, t h e section of t h e T r a d e m a r k Ac t deal ing wi th 
fees is reorganized, so t h a t fees which are no t changed are r epea ted . 
T h e r e are th ree major changes in t r a d e m a r k fees and a few minor 
ones. F i rs t , t he fee for filing an appl icat ion to register a m a r k is 
proposed to b e raised from $25 to $35; second, a fee of $10 is m a d e 
payab le a t t he t ime an affidavit of use is filed (a t t he end of 5 yea r s ) ; 
and third, t he fee for recording an ass ignment of a t r a d e m a r k regis t ra 
t ion is increased to be consis tent wi th t h a t for recording p a t e n t 
ass ignments . 

F o r the first t ime, a fee is m a d e payab le on t h e filing of a pe t i t ion 
to revive an a b a n d o n e d t r a d e m a r k applicat ion. A n d the fee for 
surrender ing a regis t ra t ion has been dropped . Tab le 1 shows t h e 
es t imated income from these changes in t r a d e m a r k fees. 

Section 4- Payment of issue fee 
This section of H . R . 4185 as amended , provides a new m e t h o d of 

pay ing the issue fee. A t p resen t a not ice of al lowance is sen t to the 
appl icant . T h e r e then is a 6-month period wi th in which t h e final fee 
m u s t be paid and thereaf ter the p a t e n t normal ly issues wi th in 7 weeks. 
(There is also provision for t h e delayed p a y m e n t of the issue fee u p to 
1 year.) 

I t is proposed t h a t the 6-month period wi th in which t h e appl ican t 
can p reven t t h e p a t e n t from issuing, w i t h o u t effecting a b a n d o n m e n t , 
shall be reduced to 3 m o n t h s . 

44-015—63 2 
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10 PATENT OFFICE FEES 

The bill provides that the notice of allowance shall specify a sum, 
constituting the issue fee or a portion thereof, which shall be paid 
within 3 months thereafter. Upon payment of this sum the patent 
shall issue. If it is not paid the application is deemed abandoned. 
Any remaining balance of the fee shall be paid within 3 months after 
issuance, or the patent shall lapse. (Within 3 months after due date 
of an unpaid fee, however, the Commissioner may, on a showing of 
sufficient cause, accept late payment as though no abandonment or 
lapse had occurred.) 

This arrangement will allow the Patent Office to issue patents 
substantially sooner and to get new technology to the public at an 
earlier date. I t will also enable the applicant to calculate the amount 
of the components of the issue fee before it is due. 

If the entire issue fee were required to be paid after the notice of 
allowance was sent out, but before the patent issues i t would be 
necessary to make a rough page count of the application and an esti
mate of how many printed pages are involved. Since applications 
have many interlineations and other additions and deletions during 
the course of prosecution, it would be quite time consuming to attempt 
to make such an estimate. I t might also be inaccurate in the final 
analysis. B y waiting until after the patent issues to settle any 
remaining balance of the issue fee, and basing the charge on the 
number of sheets or drawings and pages of specification as printed, 
the applicant can easily make an exact determination of the unpaid 
balance of the issue fee and submit it within 3 months from the send
ing of a notice thereof b y the Patent Office. 

Sections 5 to 8. Maintenance jees 
Sections 5 to 8 of the bill introduce maintenance fees in patent 

cases. T o keep a patent in force after it issues, the patentee would 
be required to pay a 1st fee of $50 due at the end of the 5th year of 
its life, a 2d fee of $100 due at the end of the 9th year, and a 3d fee 
of $150 due at the end of the 13th year. Failure to pay any of these 
fees would result in the lapse of the patent. However, a grace period 
of 6 months is provided in which to pay the maintenance fees as they 
become due. This would save the patentee who misses the anni
versary date for some reason. The grace period provision also satis
fies our obligation under the Paris Convention for the Protection of 
Industrial Property. 

Not ice of the maintenance fee requirement is to be attached to or 
embodied in the patent. In addition, the Commissioner is required 
to give approximately 30 days' notice to a patentee that a mainte
nance fee is about to fall due. A second notice is to be given approxi
mately 60 days after the due date to enable the patentee to take 
advantage of the grace period. 

Also, there is a provision in these sections which permits deferment 
by an inventor who still owns his patent and has not made money or 
received value from the patent at least equal to the amount of the 
maintenance fee prior to the date that fee is due. For example, at 
the end of the fifth year, if the inventor still owns his patent, and 
has not made money, or received equivalent value from or under the 
patent, at least equal to the $50 fee required, he can file a declaration 
to this effect and the payment will be deferred until the second mainte
nance fee is due. 
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PATENT OFFICE FEES 11 
A t the end of t h e n i n t h year , if t h e inven to r has no t m a d e a t leas t 

t h e $100 then due (or received such value) he can reques t a deferment 
of t h e second fee; a fur ther deferment of t h e first fee can also be 
reques ted a t this t ime. 

A t the t i m e t h e 3d m a i n t e n a n c e fee is due (a t t h e end of the 13th 
year ) , however, even t hough t h e inven to r has n o t realized a n y t h i n g 
on his invent ion, the p a t e n t will lapse unless the fees then due are paid . 
Th i s means an inven tor -owner can ma in t a in his p a t e n t in force for 13 
yea r s w i thou t any p a y m e n t of ma in t enance fees unless he h a s success
fully exploited his i nven t ion a t leas t to a po in t where t h e benefits 
therefrom are equal to t h e a m o u n t of the first ma in t en an ce fee before 
i t s due da t e or t h e a m o u n t of t h e second fee before i t s due da te . 

As in t h e case of ass isgnments this provision m a r k s an effort t o place 
p a r t of t h e bu rden of r u n n i n g t h e p a t e n t operat ion on those p a t e n t s 
which prove successful a t leas t t o some extent . Significantly, H . R . 
4185 provides a n a l t e rna t ive opt iona l fee of $75 which m a y be paid 
on not ice of al lowance in lieu of all m a i n t e n a n c e fees. 

T h e basic provision for ma in t enance fees is in section 6 of t h e bill; 
section 8 specifies t h e a m o u n t of t h e fees; sections 5 and' 7 m a k e inci
den ta l a m e n d m e n t s . ' 
Section 9. Time of coming into force 

Section 9 of the bill works ou t t h e t ime of coming in to force of var i 
ous provisions which need special t r e a t m e n t . 

T h e ma in t enance fees are n o t m a d e re t roac t ive to existing p a t e n t s 
b u t are m a d e to app ly only to p a t e n t s issued in the fu ture in t h e 
m a n n e r indicated. 

T h e new p a t e n t issue fee and issuance procedures app ly to cases 
in which t h e notice of al lowance was sent after t h e effective d a t e of 
the act . 

T h e new t r a d e m a r k affidavit fee is appl ied only to regis t ra t ions 
issued after the effective d a t e of t h e ac t and to cer ta in old regis t ra t ions 
which are b r o u g h t in to t h e condi t ion of requi r ing t h e affidavit, after 
t h e effective' d a t e . 
Sections 11 and 12. Dependent form of claim 

As has been noted, sections 11 and 12 recognize t h e dependen t 
form of claim and are designed to m a k e clear to examiners , appl icants , 
l i t igants , and cour t s t h a t dependen t claims a re to be considered in
dividual ly on their mer i t s . T h e va l id i ty or in t e rp re ta t ion of depend
e n t claims does no t depend on t h e va l id i ty or i n t e rp re t a t i on of t h e 
claim from which t h e y depend . 

INCOME RESULTS OF THE BILL 

T h e resul ts of t h e fees specified in t h e bill are based on es t imates for 
fiscal year 1965. U n d e r t h e p resen t schedule of fees t h e income— 
using fiscal 1965 as a basis—is es t ima ted a t $8.9 million, which would b e 
31 pe rcen t of t h e appropr ia t ion for opera t ing costs . T h e effect of t h e 
ma in t enance fees would n o t commence for 5 years a n d would no t b e 
come complete for 13 yea r s ; and t h e t r a d e m a r k affidavit fee wou ld 
n o t come in to t h e p ic tu re for 5 years . W i t h o u t these i tems t h e r e t u r n 
from the bill would be approx ima te ly $20 mi l l ion or 64 percen t of t h e 
1963 appropr ia t ion for opera t ing costs . However , if all t h e fees were 
in full effect, t h e an t i c ipa ted r evenue would be $24,117,000, which 
a m o u n t s to approx ima te ly 77 pe rcen t of t h e appropr ia t ion for opera t 
ing costs for fiscal yea r 1965. l_j 
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12 PATENT OFFICE FEES 

T h e p a t e n t filing fee a t t he present t ime accounts for approx imate ly 
32 percen t of P a t e n t Office income. T h e final fee accounts for approxi
m a t e l y 16 percent , p a t e n t copy sales accoun t for 18 percent , and 
t r a d e m a r k filing fee accounts for 8 percent . Hence , i t can be seen 
t h a t t h e two m o s t i m p o r t a n t fees in t e rms of t h e income produced are 
t h e filing and final fees for p a t e n t s . 

Break ing down the opera t ing costs of the P a t e n t Office between 
t h e functions of p a t e n t examina t ion and adjudicat ion, t r a d e m a r k 
examina t ion and adjudicat ion, and admin is t ra t ion a n d p rog ram serv
ices, t h e p a t e n t examina t ion and adjudicat ion function accounts for 
approx imate ly 77.6 percent of P a t e n t Office opera t ing costs, t he t r ade 
m a r k examina t ion and adjudicat ion function for approx imate ly 4.1 
percent , and t h e miscellaneous costs under adminis t ra t ion and p rogram 
services for approx imate ly 18.3 percent . 

Break ing t h e p a t e n t examina t ion and adjudicat ion function down 
fur ther , examining and classification accoun t for approx imate ly 72 
percen t of t h e to ta l P a t e n t Office costs, w i t h 6 percen t accounted for b y 
t h e costs of t h e Boa rd of Appeals , t h e B o a r d of P a t e n t Interferences, 
a n d research a n d deve lopment act ivi t ies . 

T h e following table s u b m i t t e d b y t h e P a t e n t Office compares esti
m a t e d fee income under present law and under H . R . 4185. 

T h e tab le of es t imated income is based on t h e schedule of fees in 
the a t t a c h e d proposed legislation. (Those fees which are new or 

.changed are l is ted separate ly . ) 
F o r convenien t reference, fiscal 1965 is used as t h e base and estimates 

of income unde r t h e p resen t schedule of fees a re included. 

Estimated income under proposed legislation 
[ D o l l a r a m o u n t s i n t h o u s a n d s ] 

F e e I n c o m e u n d e r 
p r e s e n t fees 

I n c o m e u n d e r 
p r o p o s e d fees 

I n i t i a l , p a t e n t 
I s s u e , p a t e n t 
R e i s s u e , i s s u e o f 
I n i t i a l , d e s i g n 
I s s u e , d e s i g n 
I n i t i a l , r e i s s u e 

( D i s c l a i m e r , p a t e n t 
A p p e a l , p a t e n t filing... 
A p p e a l , p a t e n t br ie f 
P e t i t i o n t o r e v i v e 
P e t i t i o n t o d e l a y 
C e r t i f i c a t e , p a t e n t 
C o p i e s , p a t e n t 
C o p i e s , t r a d e m a r k 
R e c o r d i n g a s s i g n m e n t s , p a t e n t s 
R e c o r d i n g a s s i g n m e n t s , t r a d e m a r k s . 
F i l i n g , t r a d e m a r k 
A f f i d a v i t , t r a d e m a r k 

. P e t i t i o n t o r e v i v e , t r a d e m a r k 
C e r t i f i c a t e , t r a d e m a r k 
C e r t i f i c a t e c o r r e c t i o n , t r a d e m a r k 
D i s c l a i m e r , t r a d e m a r k 
F e e s n o t c h a n g e d 

T o t a l 
M a i n t e n a n c e f ee s . . 

T o t a l 

C o s t s o f o p e r a t i o n . . 

P e r c e n t a g e of c o s t s . 

2,"647 
1 , 6 3 3 

100 

6 
1 

350 

7 
2 
4 

1 ,618 
34 

233 

650 

1 ,611 

8 , 9 0 0 

3 1 , 4 5 1 

2 8 . 3 

6 , 5 8 6 
6 , 6 9 2 

2 3 
100 

84 
13 

1 
350 
350 

11 
3 
6 

3 , 2 3 6 
68 

1 , 2 6 0 
96 

910 
• 1 120 

2 
3 
3 

1 ,611 

2 0 , 5 2 8 
1 3 , 5 8 9 

2 4 , 1 1 7 

3 1 , 4 5 1 

7 6 . 7 

1 T h e s e fees w i l l n o t b e r e c e i v e d i n w h o l e or i n p a r t for 5 y e a r s . 

2 I n c o m e l e s s t h a n $500 . 
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PATENT OFFICE FEES 13 
ASSUMPTIONS PROVIDING BASES FOR ESTIMATED INCOME FROM PROPOSED 

F E E S IN 1965 

Initial filing: Original patent containing on the average 2 claims over 
10 and 2 independent claims over 1; average fee $74; 89,000 applica
tions. 

Patent issue: Average issue of 3.6 pages of specifications with 2 
sheets of drawings; average fee of $115; 55,000 issues less 10 percent 
forfeiture or 49,500 issues. 

Design filing: 5,000 applications. 
Design issue: 3,000 divided on a 5-, 10-, and 85-percent basis for 

3J^, 7, and 15 years protection. 
Patent appeals: 14,000 with 7,000 withdrawn. 
Patent copies: $1,618,000. 
Trademark copies: $34,000. 
Recording assignments: This fee, based on 80,000 patent items 

and 13,200 trademark items, has been estimated on the same basis 
as that used b y proponents of S. 2547 (88th Cong.) since the modifica
tion adopted in the present proposal parallels the provision of that 
bill. 

Applications for trademarks: 26,000. 
Affidavits for trademarks: 12,000. 
Maintenance fees: Assume a basic volume of 49,500, which is the 

adjusted issue volume for 1965; also, that 50 percent will pay the first 
maintenance fee of $50, that 25 percent will pay the fee of $100, and 
that 15 percent will pay the fee of $150 due at the 13th year of the 
term. An alternative of $75 at time of issue, provided by the proposal, 
is considered as an equivalent. Maintenance fees calculated as follows: 
$ 5 0 X 4 9 , 5 0 0 X 0 . 5 - - — $ 1 , 2 3 7 , 5 0 0 
$ 1 0 0 X 4 9 , 5 0 0 X 0 . 2 5 1 , 2 3 7 , 5 0 0 

Income from the maintenance fees would be deferred until due, and 
income from those who elect to pay $75 extra at issue would be realized : 

at the time issue fees are paid as a result' of notices of allowance sent 
after the effective date of the proposed legislation. 

Fees not changed include, among others, fees charged for reproduc
tion of records which are fixed administratively ($1,130,000), special 
service orders, and trademark renewal fees. 

. Conditions other than overall cost recovery will also, in the com
mittee's opinion, be improved by the proposed bill. These are: 

1. The absence of a relation between the size and complexity 
of a given application and the fees involved; 

2. The lack of incentives to encourage better practice before 
the Patent Office; 

3. The delay in issuing patents; and 
4. The accumulation of unexpired patents that are never used 

or whose disclosures are commercially superseded. 

$ 1 5 0 X 4 9 , 5 0 0 X 0 . 1 5 1 , 1 1 3 , 7 5 0 

Total 3 , 5 8 8 , 7 5 0 

HOW H.R. 4185 ACHIEVES ITS OTHER OBJECTIVES 
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14 PATENT OFFICE FEES 

The absence of a relation between size and complexity and the fees involved 
I t e m 2 of section 1 of t h e bill is d i rected to this problem. I t calls 

for a charge of $2 for each sheet of drawing and $10 for each p r in t ed 
p a g e of specification, t he reby m a k i n g t h e issue fee somewha t p ropor 
t ional to t h e size of the appl icat ion. Th i s change is directed to a 
longs tand ing problem. 

W e agree w i th t h e Commissioner of P a t e n t s t h a t there should b e a 
subs t an t i a l difference be tween t h e charge on p a t e n t s exemplified b y 
N o . 1,817,451 a n d on p a t e n t s exemplified b y N o . 1,826,026. T h e 
former includes 40 sheets of drawings and 99 pages of p r in ted speci
fications, while t h e l a t t e r consists of 1 d rawing and 1 p r in ted page of 
specification. Nonetheless , since 1932 t h e basic filing and final fees 
assessed for b o t h were t h e same. P a t e n t N o . 2,925,957 (which in
cludes 354 sheets of drawings and 216 pages of p r in ted specification) 
was ob ta ined for the same filing and final fees ( total ing $60) t h a t were 
requi red for p a t e n t No . 2,955,299 (which consists of 1 sheet of drawings 
a n d 1 page of specification). 

A d m i t t e d l y , in b o t h compar isons , charges were m a d e in t h e larger 
cases for claims over 20 ; b u t t h e fees for t h e smaller and larger cases 
a re still comparab le even w h e n t h a t is t a k e n in to account . 

H e r e , t h e ques t ion is n o t h o w m u c h m o n e y should b e received from 
p a t e n t fees, b u t where t h e m o n e y ough t t o come from. Obviously, 
t h e r e was a m a r k e d difference in t h e t ime requi red to examine t h e 
p a t e n t s ci ted. P a t e n t s 1,817,451 a n d 2,925,957 are w h a t are com
m o n l y referred to as " j u m b o " p a t e n t s . T h e y requi red large a m o u n t s 
of t ime on t h e p a r t of t h e examiner , pa r t i cu la r ly when con t ras ted w i t h 
t h e t ime requ i red to ac t on p a t e n t s 1,826,926 and 2,955,299. E v e n 
if i t is assumed t h a t the large p a t e n t s con t r ibu te far more to t h e s tore
house of technical knowledge the re is no reason w h y inventors , whose 
inven t ions are described in shor t appl icat ions , should be requi red to 
p a y a large sha re of t h e cost of examining a n d issuing t h e " j u m b o " 
p a t e n t s . T h e commi t t ee was to ld t h a t m a n y pioneer pa ten t s—for 
example , 821,393 (flying mach ine ) , 879,532 (tr iode v a c u u m t u b e ) , 
2,524,035 ( t rans is tor)—involved shor t p a t e n t disclosures. 

P a t e n t Office divisions t h a t hand l e more complex subject m a t t e r 
h a v e average disposal r a t e s subs tan t ia l ly below those t h a t hand le 
o r d i n a r y or s imple invent ions . A n d t h e complex applicat ion divisions 
even h a v e disposal r a tes subs tan t ia l ly be low t h e r a t e s of t h e overal l 
ave rage for t h e Office, whereas those hand l ing simpler subjec t m a t t e r 
a r e well a b o v e t h e overall average. 

D a t a s u b m i t t e d b y t h e P a t e n t Office revea l a lack of re la t ionship 
be tween t h e n u m b e r of claims and n u m b e r of sheets of drawings a n d 
pages of specification, based on a sample of p a t e n t s issued in 1961. 
I t is n o t fair to t h e appl ican t on t h e low end of t h e range to p a y t h e 
freight for those on t h e high side. Th i s condi t ion will be , in p a r t , 
cor rec ted b y t h e s t ruc tu re of t h e p resen t fee bill. 

N o t only does t h e uniformity of t h e p resen t fees unnecessar i ly assess 
t h e app l i can t who files a shor t and succinct disclosure, b u t i t p rovides 
no economic incent ive to the good pract i t ioner . T h e bill would en
courage appl ican ts and a t t o rneys who file good appl icat ions and 
discourage those who employ unnecessary drawings, r e d u n d a n t a n d 
excessive descript ions, and unreasonab le p e r m u t a t i o n s and com
b ina t ions of claims. 
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PATENT OFFICE FEES 15 
The committee believes that the discrepancy between the size and 

complexity of inventions, on the one hand, and the fee involved on 
the other needs correction. A more reasonable relationship should 
be established between these factors, and this is what item 2 of section 1 
of the bill is designed to do. 
The lack of incentives to encourage better practice before the Patent Office 

1. Claim obscurity and prolixity.—As has been indicated, item 1 of 
section 1 of the bill calls for a charge of $ 1 0 for each independent 
claim in excess of 1 and a charge of $ 2 for each claim, independent or 
dependent, in excess of 1 0 . (Sec. 1 1 2 of title 3 5 states in part, "The 
specification shall conclude with one or more claims particularly point
ing out and distinctly claiming the subject matter which the applicant 
regards as his invention.") Item 1 of section 1 of H.E. 4 1 8 5 has a 
provision that will do much to discourage the unreasonably multiplied 
permutations and combinations of claims filed by some applicants and 
to encourage the dependent form of claim. 

The need to check the unnecessary multiplicity of claims contained 
in patent applications has been long acknowledged. In 1 9 2 4 a Com
mittee on Patent Office Procedure was formed by the Secretary of the 
Interior (the Patent Office was then a bureau of the Department of the 
Interior) by inviting several patent law associations, the Chamber of 
Commerce of the United States, the National Association of Manu
facturers, and the American Engineering Council to nominate repre
sentatives to serve on the Committee. 

The Committee filed its report with Hon. Herbert Hoover, then 
Secretary of Commerce, on April 1 5 , 1 9 2 6 . (The Patent Office had 
by that time been transferred to the Department of Commerce.) 
Among the observations and recommendations of the Committee was 
the following: 

The work of the Patent Office is enormously and unneces
sarily added to by the multiplicity of claims contained in ap
plications. There is no one change which would be so helpful 
in the present situation as the placing of a limit upon the 
number of claims. There are attorneys who make a practice 
of writing claims by a permutation and combination formula 
or system. Such a practice is unnecessary and is fearfully 
wasteful of public money. 

Later commentators on the patent system and the Patent Office 
have perceived the same difficulty. For example, Mr. George E. 
Frost, of Chicago, in his monograph "The Patent System and the 
Modern Economy," which was published as Study No. 2 in a series 
sponsored by the Subcommittee on Patents, Trademarks, and Copy
rights of the Committee on the Judiciary, U.S. Senate said: 

A broad field for improvement—helpful to the Patent Office, 
the public, and applicants alike—lies in simplifying and 
streamlining the preparation and prosecution of patent appli
cations. Excessive numbers of patent claims, for example, 
extend the time required for the examiner to pass oh an 
application and, if embodied in the issued patent, they un
necessarily complicate the efforts of competitors to evaluate 
the patent and labors of a court in enforcing it. However, 
with an understandable abundance of caution—and in some 
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ins tances because of i nadequa te care in p repar ing t h e appl i
ca t i ons—pa ten t appl icants m a y file a n u m b e r of claims 
g rea t ly in excess of those called for b y t h e c i rcumstances . 
N o categorical rules can overcome this difficulty—for there 
are occasions when m a n y claims are necessary. T h e solution 
to t h e p rob lem accordingly lies in giving t h e P a t e n t Office 
ample au tho r i t y t o control t h e n u m b e r of claims and in 
placing a substantial incentive upon the applicant to submit 
only such claims as are really necessary. [Emphasis added.] 

I t e m 1 of section 1 of H . R . 4185, b y se t t ing different fees for de
p e n d e n t and independent claims, is designed to p rov ide t h e incent ive 
of which M r . F r o s t speaks. 

T o da te , t h e only successful effort to charge according to the n u m 
ber of claims became law in 1927. I t invoked a nomina l charge of 
$1 for each claim in excess of 20. However , t he regula tory effect of 
this nomina l charge, if such was in tended , has n o t been achieved. 
A s t u d y designed to eva lua te this effect showed t h a t in t h e appl i 
cat ions surveyed there was no s ta t is t ical ly significant decrease in t h e 
n u m b e r of claims over 20. 

One phase of an examiner 's job is to ana lyze t h e differences be tween 
claims so t h a t h e can ascer ta in in w h a t areas he should look for 
an t i c ipa to ry a r t . In an effort to measu re t h e t ime requi red for an 
examiner to analyze t h e differences in scope when the forms of the 
claims are different, a n u m b e r of experienced examiners were asked 
to eva lua t e a selected n u m b e r of p a t e n t s hav ing claims in b o t h 
i n d e p e n d e n t a n d dependen t form. (As has been indicated, the inde
p e n d e n t form requires no reference to a n y o ther claim, while a claim 
in i ndependen t form incorpora tes mere ly b y reference a previous claim 
and adds some addi t ional e lements or l imitat ions.) T h e Commis 
sioner of P a t e n t s has informed us t h a t even in the case of s imple 
p a t e n t s , t h e t ime saved in analyzing t h e differences be tween claims 
is approx ima te ly 2 to 1 in favor of t h e dependen t form of claim. 

T o emphas ize this point , t h e Commiss ioner referred to p a t e n t N o . 
1,817,451, which no t only includes 40 sheets of drawings and 99 pages 
of p r in t ed specifications b u t over 900 claims. H e stressed the diffi
cu l ty faced b y an examiner, even if he is experienced, in analyzing the 
differences be tween these claims. T h e r e is no reason w h y this sor t 
of prol ix i ty in claiming should be allowed. I t should be discouraged. 

One w a y of reducing the n u m b e r of claims, in order b o t h to e s t ab 
lish b e t t e r prac t ice in t h e Office and to m a k e the job of i n t e rp re t a t ion 
easier for t h e cour ts , is to requi re app l ican t s to l imit the n u m b e r of 
claims which t h e y file. 

W e agree w i t h t h e Commiss ioner t h a t r es t ra in t s t h r o u g h financial 
incent ives will be more effective t h a n a m e r e power in t h e P a t e n t 
Office t o res t ra in prolix claiming. An appl ican t can a lways contes t 
a P a t e n t Office rejection of claims for mul t ip l ic i ty . T h e work imposed 
on t h e Office in adjudicat ing such a contes t can be as great as an 
adjudica t ion on t h e mer i t s of t h e claims themselves . T h e cost 
incen t ive proposed in t h e bill is self-executing and cont inuing. 

F igu re 18 of t h e submission of t h e Commiss ioner of P a t e n t s a t t h e 
1962 hea r ing is helpful in d e m o n s t r a t i n g t h e difference in form between 
i n d e p e n d e n t a n d dependen t claims and t h e m a r k e d a d v a n t a g e of t h e 
dependen t form. I n th is d isplay of t h e claims for a s imple inven t ive 
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concept , t h e four claims of t h e p a t e n t were wr i t ten in i n d e p e n d e n t 
form, so t h a t i t is difficult t o ascer ta in t h e differences between t h e m 
w i t h o u t a careful compar ison. Ye t claims 1, 2, and 4 differ from c la im 
3 only in minor ways . Cla im 3 is t h e b roades t claim, b u t t h e reader is 
n o t aware of th is in his first scanning . H a d t h e claims been wr i t t en in 
t h e dependen t form shown in figure 18—with claim 3 first—the exam
iner ' s job clearly would h a v e been easier. H e would have been able 
t o tell immedia te ly t h a t t h e claims differ from one ano the r only 
sl ightly. If th is saving in t h e t i m e of analyzing one appl icat ion is m u l 
t ipl ied b y t h e more t h a n 80,000 appl ica t ions examined per year , m a n y 
of which concern m u c h more difficult technology t h a n does t h e p a t e n t 
of figure 18, i t becomes evident t h a t t h e dependen t claim form can 
expedi te P a t e n t Office efforts t o r educe t h e backlog of pend ing appl i 
ca t ions . H . R . 4185 will encourage t h e draf t ing of claims in dependen t 
form, t o t h e ever las t ing apprec ia t ion of all t hose in and ou t of t h e 
Office who m u s t s u b s e q u e n t l y eva lua t e t h e m . 

T h e purpose of t h e claim s t ruc tu re fee differentials is to p u t a 
p r e m i u m on l imited n u m b e r s of c laims a n d on the dependen t form, 
n o t only for the sake of the P a t e n t Office, in which the examining 
process will be m a d e easier, b u t also for the sake of t h e cour ts . T h e 
cour t s in a n u m b e r of ins tances h a v e c o m m e n t e d r a t h e r cri t ical ly on 
t h e unreasonab le n u m b e r of obscure claims before t h e m . 

F o r example , as to mul t ip l ic i ty of claims, J u d g e Lea rned H a n d in 
Victor Talking Machine Go. v. Thomas A. Edison, Inc. (229 F e d . 999 
(S .D .N.Y. 1915)), a t one p o i n t c o m m e n t e d : 

* * * the cour t should discourage * * * prac t ice which 
pe rmi t s 48 claims on a s imple and perfectly obvious 
mach ine like this . Such claims violate the ve ry purpose of 
a n y claims a t all, which is to define the forbidden field. In 
such a was t e of ab s t r ac t verbiage i t is qu i t e impossible to 
find a n y guide. I t t akes t h e scholast ic ingenui ty of a Sa in t 
T h o m a s w i th the pa t ience of a yogi to decipher their mean ing 
as they s t and . 

A n d as to prol ixi ty, J u d g e H a n d h a d th is to s ay : 
* * * Amid the wilderness of words I h a v e t r ied to find a n d 
t r ead a p a t h of logic, t hough t h e s impler w a y m i g h t h a v e 
been to res t t he case upon b r o a d e r lines. 

44-015—65 3 
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CLAIM FORM: INDEPENDENT vs. DEPENDENT 

THE INVENTION INDEPENDENT FORM (The claims as patented) 

A l i fe p r e s e r v e r that i s worn around 
the neck a s a neckband. The neck
band h o u s e s an h o u r g l a s s - s h a p e d 
gas ce l l that breaks and thereby in
flates the neckband p r e s e r v e r when 
the neckband i s grasped and bent. 

1. An inflatable neckband, compri s ing a narrow thin flat tubular 
band compris ing a re lat ive ly heavy flexible ine last ic neck en 
gaging backing portion, and a thin highly e las t i c outer portion 
extending substantial ly the length of the band, and sea led at i t s 
ends , an elongated hourg lass shaped ce l l mounted within said 
tubular bandandcontaining l iquif iedgaa, a flexible a ir- t ight tube 
c lo se ly surrounding sa id ce l l and disposed in said band, and 
having one end extending through an end of sa id thin e l a s t i c 
outer portion in s e a l e d relation thereto, said tube being open 
at its other end within said band, and having an a ir- t ight r e 
movable c l o s u r e In i t s one end whereby c e l l s may be rep lace 
able. 

An inflatable neckband, compris ing a narrow thin flat tubular 
band compris ing a re lat ively heavy flexible ine las t ic neck engag
ing backing portion, and a thin highly e l a s t i c outer portion e x 
tending substantial ly the length of the band, and sea led at i t s 
ends , an elongated hourg lass shaped ce l l mounted within said 
tubular band and containing liquified g a s , a flexible a ir- t ight 
tube c lose ly surrounding said ce l l and d i sposed in said band, 
and having one end extending through an end of said thin e l a s t i c 
outer portion in sea led relat ion thereto, said tube being open at 
i t s other end within said band, and having an a ir- t ight removable 
c l o s u r e in i t s one end whereby c e l l s m a y be rep laceable and 
m e a n s for manually flexing sa id tube t o bend and break a ce l l 
contained therewlthin. 

3.. An, Inflatable neckband, compri s ing a narrow thin flat tubular 
band'compris ing a re lat ive ly heavy flexible ine last ic neck engag
ing backing portion, and a thin highly e l a s t i c outer portion e x 
tending substantial ly the length of the band, and sea led at i t s 
ends , an elongated • ce l l mounted within sa id tubular band and 
containing liquified g a s , a flexible a ir - t ight tube c l o s e l y s u r 
rounding sa id c e l l and d i sposed in said band, and having one end 
extending through an end o f s a i d thin e l a s t i c outer portion in 
s e a l e d re lat ion thereto , said tube being open at i t s other end 
within sa id band, and having an a ir - t ight removable c l o s u r e in 
i t s one end whereby c e l l s may b e rep laceable . 

4. An inflatable neckband, compri s ing a narrow thin flat tubular 
.band compris ing a re lat ively heavy flexible ine las t ic neck engag

ing backing portion, and a thin highly e l a s t i c outer portion e x 
tending substantial ly the length of the band, and s e a l e d at i t s 
ends , an elongated ce l l mounted within sa id tubular band and 
containing liquified g a s , flexible a ir - t ight tube c lo se ly surround
ing said ce l l and d i s p o s e d in sa id band, and having one end e x 
tending through an end of sa id thin e l a s t i c outer portion in 
s e a l e d re lat ion thereto , said tube being open at i t s other end 
within said band, and having an a ir - t ight removable c l o s u r e in 
i t s one end whereby c e l l s .'nay be rep laceab le and m e a n s for 
manually .flexing said tube to bend and break a c e l l contained 
therewitbin. 

PREPARED BY: U. S. DEPARTMENT OF COMMERCE, PATENT OFFICE (1883) 
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CLAIM ANALYSIS DEPENDENT FORM 

CLAIM 3 + g a s ce l l i s HOUR- A neckband a s In c l a i m 3 in which sa id g a s c e l l i s hour* 
GLASS SHAPED K5' g l a s s - s h a p e d . 

CLAIM 3 + gas c e l l i s HOUR- . 
GLASS SHAPED and can be A A neckband as in c l a i m 3 in which sa id g a s c e l l i s h o u r -
MANUALLY BROKEN to in- g l a s s - s h a p e d and m e a n s a r e provided to break sa id c e l l 
flate p r e s e r v e r *y manua l ly . 

BROADEST CLAIM 

CLAIM 3 + gas ce l l can be 
MANUALLY BROKEN to in 
flate the p r e s e r v e r 

A neckband a s In c l a i m 3 and m e a n s to break said gas 
ce l l manually. 

3>i 
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In 1873, Mr. Justice Bradley said in Carlton v. Bokee (17 Wall. 
463, 472 (U.S. 1873)), with respect to ambiguous specifications and 
nebulous claims: 

Without deciding that a repetition of substantially the same 
claim in different words will vitiate a patent, we hold that 
where a specification by ambiguity and a needless multipli
cation of nebulous claims is calculated to deceive and mislead 
the public, the patent is void. 

The evils of which Judge Hand and Mr. Justice Bradley spoke are 
still prevalent. For example, Judge Brown in Thurber Corp. v. 
FairchiM Motor Corp. (269 F. 2d 841, 850 (5th Cir., 1959)) said: 

There is no question but what' the claims are complex and 
drafted with language and in a style that makes them difficult 
if not impossible for laymen—and indeed, for most laywers 
and judges—to understand. As an example of that with 
which the jury was confronted, we have set forth in the margin 
the 334-word sentence which is claim 45 of the * * * 
patent. 

The dependent form of claims is important, not only because it 
facilitates the examining process in the Patent Office and makes the 
interpretation by the courts easier should the claims ever be litigated, 
but also because it helps industry to understand better what is being 
claimed by others. 

The purpose of claims is to define the invention clearly, not to 
obscure it—for the Patent Office, the public, and the courts. De
pendent claims serve the purpose of setting out in clear relief the 
distinctions among various claims. 

This clarity is especially important when new claims are added 
late in the prosecution of a patent application. There, unless the 
examiner can readily grasp the relationship of the new to the older 
claims in the same case, there is a hazard that limitations upon which 
the examiner has insisted as a condition of allowance may be omitted 
and the omission escape his notice. 

Mr. Harry E. Mayers, general patent counsel, General Electric 
Co., in a lecture before the Practicing Law Institute in 1956, listed 
the disadvantages of excessive patent claims as— 

(1) Adverse effect upon examiner's determination of patent
ability; 

(2) Adverse effect upon the court's approach to the issue of 
validity and infringement and to the application of the doctrine 
of equivalents. 

2. Excessive and circumlocutory disclosures.—It has been pointed 
out that item 2 of section 1 of the bill would set a charge of $2 for 
each sheet of drawing and $10 for each printed page of specification. 
It is hoped by this measure to limit obfuscating verbiage by encourag
ing an applicant to consider seriously his inventive concept when he 
first prepares the application. In many applications, the invention 
is submerged in circumlocution. This not only makes it difficult for 
the courts when they are called upon to interpret the patent docu
ment, but also places an unconscionable burden on the examiners 
during the prosecution of the application. The fee structure of H.R. 
4185 is intended to promote adequate but concise disclosure, consistent 
with the requirements of the patent laws. 
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3. Appeals.—Item 6 of section 1 of the bill calls for an init ial appeal 

fee of $25 as a t present , w i th an addi t ional charge of $50 on filing a 
brief in suppor t of the appeal . 

T h e proposed appea l fee seems well calculated to provide recovery 
more commensura t e wi th the cost involved and to encourage t imely 
wi thd rawa l of appeals where appropr ia te . 

THE DELAY IN ISSUING PATENTS 

T h e unreasonable de lay be tween the t ime a p a t e n t appl icat ion is 
filed and t h e t ime t h e p a t e n t issues is a longs tanding problem which 
t h e P a t e n t Office has faced and which h a s occasioned regretful com
m e n t b y a n u m b e r of persons in teres ted in t h e p a t e n t sys tem. 

Idea l ly p a t e n t s should issue p rompt ly . I n appropr ia t ions hear ings 
for t h e P a t e n t Office, for m a n y years , t he Congress has expressed 
concern a b o u t the backlog. Indeed , i t is often t h e d o m i n a n t e lement 
of discussion a t the hearings. T h e subs tan t i a l bu i ldup in the staff of 
t h e P a t e n t Office since 1955 has been author ized w i th the under 
s t and ing t h a t this was done to reduce t h e backlog. 

T h e r e are several compelling reasons w h y p a t e n t s should issue 
p r o m p t l y . Fi rs t , a p a t e n t is g ran ted for 17 years from t h e da t e of 
issue, and an u n d u l y prolonged pendency extends t h e life of the p a t e n t . 

T h e Sena te a t one t ime was so m u c h concerned a b o u t long pendency 
t h a t i t passed a bill t o l imit the life of p a t e n t s to n o t more t h a n 20 
years from the t ime of filing. 

Moreover , t h e considerat ion for t h e g r a n t of t h e p a t e n t is t h e dis
closure of the invent ion to the publ ic ; a n d t h a t disclosure is m a d e to 
t h e publ ic when the p a t e n t issues. Th i s considerat ion is of special 
i m p o r t a n c e t o d a y when the r a t e of technological innovat ion is a t an 
a l l t ime high and increasing. B e y o n d tha t , while a p a t e n t is pend
ing, i m p o r t a n t business decisions a b o u t i n v e s t m e n t m u s t often be de
layed b o t h on t h e p a r t of the appl ican t or his assignee and on the p a r t 
of compet i to rs . All of these reasons argue for as p r o m p t an examina
t ion and adjudicat ion of p a t e n t appl icat ions as is possible. 

Whi le t h e period of prosecut ion of an appl icat ion has var ied over 
the years , a t t he present t ime i t t akes an average appl icat ion more 
t h a n 3 years to go t h rough t h e examina t ion process. Cons is ten t wi th 
p rope r examinat ion , this period should b e reduced to provide for early 
publ ica t ion, the reby s t imula t ing t h e research and p roduc t compet i 
t ion of o thers . 

T h e commi t t ee believes t h a t a fee bill, a least in pa r t , should seek 
to reduce unreasonable delay in prosecut ion, and t h a t t h e issue p ro 
cedure provided b y H . R . 4185 works t oward this end. 

T h e Commissioner of P a t e n t s informed t h e commi t t ee t h a t in 1960 
t h e average period of pendency of a typ ica l appl icat ion was 37 m o n t h s ; 
and t h a t t h e period now averages 34 m o n t h s . U n d e r this bill t he 
average spread be tween t h e appl icat ion filing d a t e and t h e issuance of 
t h e p a t e n t will be mate r ia l ly reduced b y shor ten ing b y 3 m o n t h s the 
period wi th in which t h e appl icant m u s t e i ther p a y a specified por t ion 
of t h e issue fee or abandon his appl ica t ion. 

THE ACCUMULATION OP U N E X P I R E D PATENTS THAT ARE NEVER USED 

A reduc t ion in t h e n u m b e r of unexpi red p a t e n t s , for which use or 
po ten t i a l use is n o t con templa ted b y t h e pa ten tees , would simplify 
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right-to-use investigations which are undertaken by parties prior to 
commercial use of a product in order reasonably to ascertain that they 
will not be infringing the rights of others. 

The maintenance fees that would be required by sections 5-8 of 
the bill would further such a reduction. If the history of the patent 
systems of European countries m a y be used as examples, there is 
reason to believe that a dramatic reduction in the number of patents 
in force at any one time will occur under a maintenance fee system. 
Roughly speaking, in the experience of Great Britain, Germany, the 
Netherlands, and Switzerland, after the first 5 years of the period 
•considered, around 80 percent of patents were still in force, after the 
9th year about 30 to 50 percent were still in force, and after the 13th 
year only 20 to 25 percent were still in force, calculating the t ime 
from the filing date of the application and not the issue date. B y 
interpolation the Patent Office has adopted the figures of 50 percent 
after 5 years, 25 percent after 9 years, and 15 percent after 13 years, 
these t imes being from the issue date of the patent. What this means 
can best be appreciated when it is remembered that the Patent Office 
now issues approximately 50,000 patents each year and this number 
will increase if the present trend continues. At this rate, we will have 
approximately 850,000 patents in force, say, 15 years from now. If, 
on the other hand, maintenance fees are in effect during that period 
and our experience parallels that of European countries, instead of 
.850,000 there would be only about 430,000 patents still in force. The 
resulting simplification in infringement searches, and in other investi
gations, primarily concerned with patents still in force, would be of 
•considerable help to industry. In addition, new businesses would be 
far freer to utilize prior art in the development of their products and 
-processes. 

POSSIBLE OBJECTIONS TO H.R. 4185 

Arguments have been made that the proposed bill will impede 
progress in general and, in particular, that some of its provisions are 
.discriminatory. 

These objections fall generally into the following categories: 
1. Fees should not be raised because the patent system benefits 

the public and the applicant is a public benefactor to be honored, 
not taxed. 

2. Higher fees will suppress the flow of applications b y reduc
ing the incentive to inventors, and the patent incentive to 
technological innovation will abate accordingly. 

3. The claim differential charges are unreasonable, arbitary, 
and discriminatory. 

4. The issue fee is harsh and unworkable. 
5. The fee for recording an assignment is much higher than the 

actual cost of recording the document. 
6. The fee structure favors applicants and unfairly discrimi

nates against the patentees and assignees. 
The committee has considered these arguments and has concluded 

t h a t they each merit discussion. 
1. Argument that fees should not be raised at all.—There is little 

support for this contention at the present time. Bar associations, 
.and m a n y private attorneys, have stated for a number of years that 
; some reasonable increase in fees is both desirable and necessary. 
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Similar statements have been received by the committee. Note
worthy in this connection is the letter submitted by the Chamber 
of Commerce of the United States to Subcommittee Chairman Willis. 
This letter reads as follows: 

* C H A M B E R OP COMMERCE OF THE U N I T E D STATES, 
Washington, D.C., April 27, 1962. 

D E A R M R . W I L L I S : The national chamber urges your subcommittee 
to recommend a realistic schedule of fees which would enable the 
Patent Office to be self-supporting. H . R . 1 0 9 6 6 , now being considered 
by you, would substantially increase such fees, but would not provide 
sufficient revenue to recover all Patent Office costs. 

The chamber believes that, whenever practicable, the costs of 
•Government programs, which provide special benefits to identifiable 
:groups or individuals in excess of benefits to the general public, should 
be borne by those receiving the benefits. 

The Patent Office does provide special benefits to inventors, appli
cants for patents, and holders of patents. We believe they should 
bear the cost of the patent system. For many years they did. The 
Patent Office was self-supporting over a large part of its existence. 
However, the fee structure instituted in 1 9 3 2 , and designed to main
tain a balance between income and expenses at that time, has been 
woefully inadequate in the face of increases in operating costs since 
approximately 1 9 4 0 . 

A table of income and operating costs of the Patent Office, submitted 
to your subcommittee by the Commissioner of Patents, is a graphic 
tportrayal of the inadequacy of the out-of-date fee structure. In the 
period 1 9 0 0 to 1 9 4 0 , income from fees actually exceeded operating 
costs in 2 2 years, and in the same 41-year period only 5 years show 
income of less than 9 0 percent of costs. 

Cost recovery has eroded rapidly since 1 9 4 0 ; it has not again reached 
9 0 percent. In a steady decline, it has dropped to 3 2 percent in 1 9 6 1 
and is estimated at 3 1 percent in the current year. 

It is true that income from fees has increased 7 7 percent—$4.3 
million in 1 9 4 0 to $ 7 . 6 million in 1 9 6 1 . But operating costs in the 
same years increased 4 1 3 percent—$4.6 million in 1 9 4 0 to $ 2 3 . 6 
million in 1 9 6 1 . Substantial increases in personnel costs (including 
eight general pay raises since 1 9 4 5 ) and printing and reproduction 
costs have left fee collections far behind. 

The chamber is of the firm opinion that under existing rates the 
general public is subsidizing the specific beneficiaries of the patent 
system. It strongly recommends enactment of legislation which 
would provide for recovery of the costs of the Patent Office by means 
of an equitable fee system. 

We urge your favorable consideration of this letter. Also, I will 
appreciate it if you will include this in the record of hearings on H . R . 
1 0 9 6 6 . 

Sincerely yours, 
T H E R O N J . R I C E , 

Legislative Action General Manager. 
The fact that the Patent Office has covered its operating costs in 

the past has also suggested to many others that there should be some 
relation between fees and operating costs!1 For example, the report of 
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the House Committee on Appropriations of the 79th Congress, 2d 
session (Rept . N o . 1890, 1947) had this to say: 

The committee believes that this agency should again be 
made self-sustaining b y increasing many of the fees con
nected with the processing of applications and the sale of 
copies of patents. Recommendations for major changes in 
the present fee system are now before the Patent Committee 
of the House. 

Members of the House and Senate Appropriations Committee have 
made i t clear for m a n y years that the Patent Office should collect a 
higher percentage of its operating costs. 

For example, Senator Ferguson had this to say at one appropriations 
hearing: 

W e have been talking about this in the Judiciary Committee 
for years, and the chairman has urged this for years. There 
seems to be always a resistance to the Patent Office on charg
ing, on getting your fees sufficient to carry it (Department 
of Commerce Appropriations for 1952, Committee on Appro
priations, U .S . Senate, 82d Cong., 1st sess., H .R. 4740). 

In sum, the argument that Patent Office fees should not be raised is 
no longer consonant with the times. 

2. Argument that higher fees means fewer applications.—This objec
tion is leveled against any fee bill that proposes to raise fees. I t is 
not borne out b y the per capita figures for application submissions. 
T h e per capita filing of applications in the United States is less than 
in m a n y European countries, even though these- countries have sub
stantially higher fees. For example, in Germany the per capita 
number of applications filed is 1.01 per 1,000 population. B y 
contrast, the U.S. per capita figure is 0.44. High per capita 
figures also exist in Great Britain (0.61), the Netherlands (1.00), 
Sweden (1.65), Norway (1.09), and Switzerland (2.63). A large 
proportion of the applications filed in these countries are filed by 
U.S . companies. These figures exceed those of the United States , 
even though all of the European countries named have maintenance 
fees—which American patent owners pay as well as others—and the 
total sum of the fees paid during the life of the patent is considerably 
greater than the U.S. total of $60. The committee recognizes, how
ever, that substantial numbers of filings abroad are made b y appli
cants alien to the country of filing. 

The experience of European countries fails to bear out the fear 
behind this objection in another way. European countries have not 
found that the number of applications filed decreases significantly 
after they increase their fees. M a n y European countries increased 
their fees in the 1950's, some even twice. There was no significant 
change in the number of applications filed before and after the fees 
were changes. This suggests, at least to some extent, that increases 
in fees have not had depressing effects on the number of patent appli
cations filed. 

Here, again, it is relevant to say that the present filing and final 
fees (and those proposed b y H.R. 4185) constitute a relatively small 
part of the cost of obtaining a patent of average size when an attorney 
is employed. And approximately 96 percent of all applications filed 
in the U.S. Patent Office are prepared b y someone^other than the 
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inventor . I t is no t unreasonable to assume t h a t this percentage 
reflects, w i th a small marg in of error, t he n u m b e r of appl icat ions 
p repared b y a t to rneys . M a n y of t h e few inven tors who prepare 
their appl ica t ions themselves, subsequent ly h a v e them prosecuted 
b y an a t to rney , u p o n ei ther their own in i t ia t ive or t h a t of their 
assignees, as the case m a y be . 

W i t h respect to the " g a r r e t , " indigent , or i ndependen t inventor , 
i t is somet imes asserted t h a t b y increasing the fees even slightly, we 
will discourage the independen t inven to r from filing his appl ica t ion 
and , therefore, will p r even t the publ ic from obta in ing his inven t ive 
cont r ibut ions . I n spi te of the fact t h a t invent ions a re coming in
creasingly from complex research centers , t h e independen t inven to r 
should be given considerat ion. 

W e agree w i th the Commissioner of P a t e n t s t h a t t he proposed 
legislation t r e a t s h im equi tab ly . I t pe rmi t s h i m to defer t h e first two 
ma in t enance fees if he h a s no t been successful in exploit ing his inven
tion. I t minimizes the increase in the filing fee in compar ison to the 
issue, appeal , ass ignment , and ma in t enance fees, so t h a t he can h a v e 
his inven t ion examined to see if i t is p a t e n t a b l e a t a m i n i m u m price. 
And , finally, unde r this bill the small appl icat ion t h a t h e usual ly files 
is less cost ly t h a n a re t h e l eng thy appl icat ions filed a lmost exclusively 
b y corporat ions . 

M u c h of t h e a r g u m e n t agains t rises in P a t e n t Office fees is i n 
ev i tab ly cas t in t e r m s of the small inventor . Y e t t h e ass ignment 
records of t h e P a t e n t Office show t h a t approx imate ly 70 pe rcen t of 
t h e p a t e n t s issued in 1961 were assigned to companies . 

3. Argument that the claim fee differential is unrealistic and unfair.— 
Thi s r epo r t has a l ready deal t a t l eng th w i th t h e unreasonable im
posit ions t h a t va s t n u m b e r s of prolix claims in appl icat ions m a k e on 
examiners , judges, a n d o ther a t to rneys . Th i s alone answers t h e 
a r g u m e n t t h a t economic incentives for b e t t e r claim pract ices a re 
unfair or unreal is t ic . 

One m a y look a t t h e claim pract ices in E u r o p e a n countr ies , where 
appl ica t ions a re filed for on m o s t i m p o r t a n t U .S . invent ions . T h e 
average U .S . p a t e n t is subs tan t ia l ly larger t h a n i t s G e r m a n a n d 
Br i t i sh coun te rpa r t s , and t h e n u m b e r of i n d e p e n d e n t claims in a 
U .S . p a t e n t averages 4.38, compared to 1.02 in G e r m a n pa t en t s , 
and 2.70 in Br i t i sh pa t en t s . Certainly the re are differences in 
p a t e n t pract ices a n d law in G r e a t Br i ta in , G e r m a n y , a n d t h e U n i t e d 
S ta tes (bo th as to the app roach they t ake to p a t e n t disclosures a n d 
as to t h e b r e a d t h of protec t ion their cour ts provide) b u t the fact 
remains t h a t these examining countries, in common wi th m o s t o ther 
examining countr ies in the world, requi re t h e app l i can t to l imit himself 
to a few independen t claims. I n G r e a t Br i ta in , rare ly is an appl ica
t ion filed t h a t has more t h a n four i ndependen t claims. A n y n u m b e r 
over a ve ry few is rejected b y t h e examiner, as a m a t t e r of course as 
unnecessary. T h e Br i t i sh p a t e n t agents , recognizing t h a t t h e cour ts 
will uphold t h e office in this connection, w i t h d r a w excessive claims. 
M o r e often, t h e y a re never submi t t ed . I n G e r m a n y , p rac t ice re 
quires t h a t a m a i n claim be used wi th o ther claims depending from it , 
as is i l lus t ra ted in figure 18. A n y other m e t h o d of claiming is a lmos t 
a lways refused considerat ion. 

T h e Amer ican B a r Association has recent ly acknowledged t h a t t he 
use of dependen t claims should be-encouraged. A t t h e meet in ofg the 
Section of P a t e n t , T r a d e m a r k , a n d Copyr igh t L a w of t h e American 
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Bar Association at its annual convention in St. Louis in August 1963,. 
the following resolution was adopted: 

Resolved, That the section approves the principle that, in 
the case of any additional fee for excess claims over a pre
determined maximum, a lesser fee be charged for claims in 
dependent form to encourage their use. 

4. Argument that the issue fee is harsh and unworkable.—The size of 
an application, in terms of the number of pages of specification and 
the number of sheets of drawings, has a direct bearing on the amount 
of time it takes an examiner to study and understand the invention,, 
regardless of how many claims define the invention. It seems emi
nently fair to say that those applicants who file the longer and more 
complicated patent applications should bear a greater proportion of 
the cost of operating the Patent Office than those applicants who file' 
short, succinct, and simple disclosures. 

The reasonableness of the components of the proposed issue fee is-
evidenced by the cost of printing alone. Ignoring completely the-
increasing difficulty of examination, which is at least roughly related 
to the length of the specification and the number of sheets of drawings, 
the 1962 cost for printing and publishing an average patent was ap
proximately $63. This includes a printing charge per page of approxi
mately $15 for the specifications alone. This is not an internal cost 
which is subject to the natural error of any estimated cost, but is the 
amount which the Government Printing Office charges the Patent 
Office for printing the patent specification. Over and above this 
it costs the Patent Office $1.75 for each sheet of drawing of the patent. 

If we add to the printing cost and complexity factor the cost of 
examining the application and providing other services in connection 
with it, the proposed charge of $10 for each page of specification as 
printed and $2 for each sheet of drawing is quite low. 

Originally the Patent Office considered a charge for the number of 
pages of specification as filed and the number of sheets of drawings as 
submitted. One of the difficulties with this proposal, however, was 
the objection earlier raised by members of the bar to the effect that 
it would be difficult to compute the actual fee in advance. Under 
the concept embodied in H.R. 4185, however, it is a simple matter 
for the applicant or his attorney to determine the exact amount of 
the issue fee after the patent issues and before any remaining balance 
of the fee is due. 

Some have opposed a charge based on the size of the patent, argu
ing that a charge for the number of claims is really a charge for length, 
and hence a double charge for size. However, although there is some 
rough correlation between the length of applications and the average 
number of claims, the scatter for applications is large. The data indi
cate that the claim differential charge is not primarily a charge for 
lengthy applications. Rather, it is a charge to encourage clarity in 
claiming and to discourage prolixity. The charge for the long and 
complex application is obtained by the proposed issue fee. 

5. Argument that the assignment recording fee is too high.—H.R. 4185 
proposes a substantial increase in the fee for recording assignments. 
This is not based upon the actual cost of the work to the Patent Office. 
It is primarily an effort to provide income which otherwise would have 
to be recovered by increasing the other fees provided for in H.R. 4185 . 
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T h e r e a re qu i t e defensible reasons for a recording fee of t h e size 

provided for in H . R . 4185. 
As has been po in ted out , p a t e n t s would no t b e assigned if t h e 

assignee did n o t consider t h e m of value . A t least , we k n o w t h a t this 
recordat ion fee is being assessed upon a person who is receiving va lue 
from t h e p a t e n t sys tem. 

M o r e t h a n 70 percen t of p a t e n t s nowadays a re issued or assigned 
to Amer ican and foreign companies and the U .S . Gove rnmen t . Sure ly 
when the cost of an average applicat ion prosecuted b y corpora t ions 
is p robab ly $1,500 to $2,000, t h e assessment of a $20 recording fee for 
recording t h e ass ignment to t h e m of t h e invent ion is n o t unreasonable . 

I n sum, t h e bill assesses this p a r t of opera t ing expenses aga ins t 
assignees of p a t e n t and t r a d e m a r k in s t rumen t s r a t h e r t h a n aga ins t 
t h e appl icants themselves . Unt i l an inventor is able to sell his in
vent ion, no th ing is exacted from h im b y the proposed recording fee. 
Once he has successfully sold his invent ion i t seems no t unreasonab le 
to require t h e purchaser of t h a t p rope r ty to p a y a fee for the privilege 
of recording t h e in teres t t ransferred to h im. 

6. Argument that the fee structure discriminates against patentees.— 
T h e objection m a y be m a d e t h a t this bill does d iscr iminate aga ins t 
pa ten tees a n d assignees. T h e a t t e m p t has been m a d e , however, to-
use j u d g m e n t in al locating t h e fee cost as be tween appl icants , p a t 
entees, and assignees in order to obta in b o t h t h e necessary incent ives 
to good pract ice a n d t h e necessary revenue . 

F o r example, t h e charge of $10 per page of p r in t ed specification 
and $2 for each sheet of drawing is a charge designed to reduce excess 
verbiage in appl icat ions as filed. T o this extent , t h e appl icants whose 
applicat ions are abandoned do n o t p a y this charge for complexi ty a n d 
length , and it is ins tead b o r n b y t h e pa ten tees . 

I t is our j u d g m e n t t h a t those who are successful in obta in ing 
p a t e n t s m a y to some ex ten t be required to p a y for the cost of t h e 
examinat ion of unsuccessful appl icat ions. E v e n so, t h e issue fee is 
still m u c h below t h e ac tua l cost of examining and issuing p a t e n t s . 

M a i n t e n a n c e fees are more favorable to appl icants t h a n to pa ten tees 
for appl icants will n o t bear the ma in tenance fees a t all. B u t 4 or 
5 years after t h e p a t e n t issues, t he p a t e n t e e is in b e t t e r posi t ion to 
judge whe the r his invent ion is w o r t h pay ing the renewal fee. If i t is 
worthless, he skips t h e fee and the p a t e n t lapses. If i t has va lue—as 
l i t t le as $50—he pays t h e fee and is confirmed in his r igh ts a n d benefits. 
On t h e o ther h a n d , if h e objects t o pay ing ma in t en an ce fees h e m a y 
p a y a flat fee of $75 in lieu of t hem. 

I n all these cases, to some extent , t h e bill proceeds on t h e t heo ry 
t h a t beneficiaries of issued p a t e n t s should bear p a r t of the b u r d e n of 
the P a t e n t Office a n d t h e p a t e n t sys tem which m a d e these benefi ts 
possible. 

Th i s is n o t a n a k e d abi l i ty- to-pay principle. As be tween the appl i 
can t a n d t h e pa t en t ee , t h e examinat ion sys tem is for t h e pa ten tee , 
no t t h e appl ican t . T h e P a t e n t Office and i ts examina t ion sys tem are 
grea t hurdles to t h e app l ican t ; t hey are grea t safeguards to t h e 
pa ten tee . T h e app l i can t m u s t convince t h e P a t e n t Office t h a t his 
invent ion is p a t e n t a b l e over all t he world 's prior a r t . Th i s m a y be 
an a rduous task . T h e pa ten tee , however, because of the examina t ion 
in t h e P a t e n t Office a n d his success in the P a t e n t Office, has a legal 
p resumpt ion of t h e va l id i ty of his p a t e n t a n d pro tec t ion aga ins t t h e 
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a w a r d of p a t e n t s to rivals la ter claiming the same subjec t m a t t e r . 
Therefore, i t is n o t a t all unreasonable t h a t the p a t e n t e e share more 
significantly t h a n t h e appl icant in t h e cost of ma in ta in ing the P a t e n t 
Office and t h e examining sys tem. 

Opposi t ion to ma in t enance fees is b y no m e a n s universal . T h e P r o 
ceedings of the P a t e n t , T r a d e m a r k and Copyr igh t Section of t h e 
American B a r Association after t h e 1961 St . Louis mee t ing repor ted 
(pp. 59 -60 ) : 

R o b e r t C. W a t s o n [the former Commissioner of Pa ten t s ] 
* * * said t h a t dur ing six t r ips to E u r o p e dur ing his service 
as Commiss ioner of P a t e n t s he asked two quest ions of t h e 
heads of foreign p a t e n t s offices. These were : Fi rs t , I s there 
a full cost recovery in your coun t ry of the cost of opera t ion 
of t h e P a t e n t Office? T h e answer always was " Y e s . " Sec
ond, I s the re a n y disposition b y a n y e lements in your coun t ry 
to e l iminate ma in tenance fees? T h e answer was a lways 
" N o . " 

H e saw m a n y advan tages to t h e adopt ion of a sys t em of 
such fees * * *. 

M r . W a t s o n testified to like effect a t t h e 1962 hear ing on H . R . 10966. 
T h e bill m a k e s every effort, in our opinion, to place the leas t possible 

b u r d e n on t h e ind iv idua l seeking to p resen t h is inven t ion and deter 
mine i t s value, if any . T h e r e can be no possibili ty t h a t t h e incent ive 
to i n v e n t is weakened . 

SUMMARY OF THE COMMITTEE'S CONCLUSIONS 

M o s t of t h e foregoing is based on the pa ins tak ing , thorough , and 
detai led p resen ta t ion m a d e on behalf of the P a t e n t Office a t t h e 1962 
hear ing. T h e commi t t ee believes t h a t t h e need for general fee in
creases has been demons t r a t ed beyond p e r a d v e n t u r e of doub t . T h e 
issue is one of financial responsibi l i ty. As to this, mos t , if n o t all, 
witnesses concur. 

W i t h respect to the precise detai l and m e t h o d by which increased 
P a t e n t Office income should be augmen ted , there is, of course, r o o m 
for divers i ty of opinion. T h e commi t t ee hea rd m a n y diverse p ro
posals and object ions to var ious of t h e bill 's provis ions, par t icular ly 
to those ins t i tu t ing ma in t enance fees. I n t h e opinion of t h e com
mi t t ee , however , none of these a l t e rna t ive proposals a n d none of 
these objections prevai l agains t t h e p re sumpt ion t h a t t h e P a t e n t 
Office, itself, w i t h i t s firsthand awareness of i t s own opera t ions , is 
bes t qualified to say how t h e money should be raised. T h e com
mi t t ee r ecommends the e n a c t m e n t of H . R . 4185 in i t s en t i re ty . 

91 



A P P E N D I X E S 

A P P E N D I X A 

T H E SECRETARY OF COMMERCE, 
Washington, D.O., January 11, 1965. 

H o n . J O H N W . M C C O R M A C K , 
Speaker of the House of Representatives, 
Washington, D.C. 

D E A R M R . S P E A K E R : T h e r e are enclosed four copies of a draft of 
legislation to fix t h e fees payab l e to t h e P a t e n t Office, and for o ther 
purposes, toge ther w i t h a section-by-section analys is ; a s t a t e m e n t of 
purpose of and need for t h e proposed legislation; a s t a t e m e n t describing 
the re la t ion of t h e proposed bill to H . R . 8190, 88 th Congress as 
passed b y t h e H o u s e of Represen ta t ives ; and a s t a t e m e n t of es t imated 
income unde r t h e proposed legislation. 

Th i s legislation imp lemen t s the adminis t ra t ion ' s policy of charging 
appropr i a t e fees for special benefits or privileges provided to users and 
beneficiaries of Fede ra l p rograms . W e are convinced t h a t the 
subs tan t ia l benefits der ived b y pa ten tees from the opera t ion of the 
p a t e n t sys tem clearly justify the changes proposed. 

W e are advised b y t h e B u r e a u of the B u d g e t t h a t e n a c t m e n t of this 
proposed legislation would be consis tent wi th t h e admin i s t ra t ion ' s 
objectives. 

I urge p r o m p t e n a c t m e n t of the enclosed bill in t h e in teres t of sound 
adminis t ra t ion of t h e P a t n e t Office. 

Sincerely yours , 
L U T H E R H . H O D G E S , 

Secretary of Commerce. 

A P P E N D I X B 

E X E C U T I V E O F F I C E OF THE P R E S I D E N T , 
B U R E A U OF THE B U D G E T , 

Washington, D.C, April 18, 1962. 
H o n . E D W I N E . W I L L I S , 
Chairman, Subcommittee on Patents, Trademarks, and Copyrights of the 

Committee on the Judiciary, House of Representatives, Washington, 
D.C. t 

D E A R M R . C H A I R M A N : Reference is m a d e to t h e s t a t e m e n t of Com
missioner of P a t e n t s D a v i d L . L a d d in suppor t of H . R . 10966, a bill 
to fix t h e fees payab le to t h e P a t e n t Office, and for o the r purposes . 
This le t ter sets forth t h e general policy of t h e admin is t ra t ion on the 
m a t t e r of charges for G o v e r n m e n t services rendered to identifiable 
recipients, as well as our views on the mer i ts of the subjec t bill. 

I n the conduc t of their var ious activities' -Tnany Federa l agencies 
are required to provide cer ta in services, supply produc ts , or au thor ize 
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t h e use of publ ic resources which convey special benefits to ident i 
fiable recipients above and beyond those which accrue to t h e publ ic at 
large. I n fairness to the taxpayer , who carries t h e major b u r d e n of 
suppor t of Fede ra l activit ies, t he G o v e r n m e n t has a d o p t e d t h e policy 
t h a t t h e rec ip ient of these special benefits should p a y a reasonable 
charge for t h e service or p roduc t received or for t h e resource used. 

T h e Congress gave s t a t u t o r y expression to this basic principle in 
t i t le V of t h e I n d e p e n d e n t Offices Appropr ia t ion Ac t of 1952 (5 U.S .C. 
140) which establ ished as an object ive t h a t services rendered to special 
beneficiaries b y Federa l agencies should b e self-sustaining to t h e fullest 
ex ten t possible. It is our opinion t h a t t h e p a t e n t sys t em does provide 
such a special benefit t o identifiable recipients—i.e. t h e inventors , 
appl icants , and holders of p a t e n t s — a n d t h a t accordingly these bene
ficiaries should bea r a fair share of t h e cost of t h e sys tem ' s suppor t . 
T h e m o n e t a r y va lue of r ights acquired th rough t h e p a t e n t sys tem is 
often ve ry large. A large subsidy to t h e sys tem is n o t necessary to 
p ro t ec t the publ ic . I n fact, t h e bill seeks only to res tore t h e well-
establ ished principle t h a t the p a t e n t sys tem should be subs tan t ia l ly 
self-supporting b y providing for fees which are .commensurate w i th 
cu r r en t needs. 

A t present m a n y problems bear heavi ly on t h e P a t e n t Office. T h e 
complexi ty of appl icat ions a n d m o u n t i n g search load h a v e reduced 
t h e p roduc t ion of examiners and forced a pers is tent expansion of t h e 
size of t h e examining corps. I n addi t ion, salaries, p r in t ing , and o the r 
e lements of cont inuing overhead cost are sharp ly increased. A major 
new effort is being in i t ia ted in research and deve lopment which will 
requi re increased suppor t . I n order to overcome severe prob lems 
crea ted b y personnel tu rnover and excessive backlogs, a t t en t ion is 
also being focused on t h e need.for addi t ional space a n d t h e modern i 
za t ion of examining facilities. 

Act ion b y t h e Congress to modern ize p a t e n t fees will con t r ibu te to 
t h e i m p r o v e m e n t of the p a t e n t sys t em in a t leas t t h r ee ways . F i r s t , 
t h e fee s t r u c t u r e which would be in t roduced b y e n a c t m e n t of H . R . 
10966 will p rov ide remedies t o cer ta in inefficient prac t ices b y r educ 
ing t h e n u m b e r of unnecessar i ly compl ica ted claims a n d inac t ive p a t 
e n t s . Second, t h e add i t iona l revenues gene ra t ed b y increased fees 
will a t leas t pa r t i a l ly offset t h e cost of provid ing desirable improve
m e n t s in t h e r a n g e and level of P a t e n t Office services. F ina l ly , en
a c t m e n t of t h e bill will p rov ide i m p o r t a n t evidence of t h e de te rmina
t ion of t h e beneficiaries of t h e p a t e n t sys t em to join w i t h t h e Govern 
m e n t in accomplishing wha t eve r i m p r o v e m e n t s m a y b e necessary to 
preserve th is coun t ry ' s t r ad i t iona l sys tem of p a t e n t examina t ion a n d 
a w a r d . 

T o summar ize , i t is our posi t ion t h a t H . R . 10966, b y u p d a t i n g t h e 
p a t e n t fee s t ruc tu re , provides for recovery of a fair sha re of t h e costs 
of t h e P a t e n t Office t h r o u g h a fair and reasonable sys t em of fees. 
F u r t h e r m o r e , t h e revisions to t h e fee s t r u c t u r e incorpora ted in t h e 
bill p rov ide va luab le correct ive measures which would fur ther bene 
fit t h e opera t ion of t h e P a t e n t Office and t h e p a t e n t sys t em. Accord
ingly, we concur in t h e i n t e n t of t h e legislat ion a n d s t rongly recom
m e n d i t s e n a c t m e n t . 

Sincerely yours , 
D A V I D E . B E L L , Director. 
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CHANGES IN EXISTING LAW 

In compliance with clause 3 of rule XIII of the House of Repre
sentatives, there is printed below in roman existing law in which no 
change is proposed by the bill as here reported, with matter proposed 
to be stricken by the bill as here reported enclosed in black brackets; 
new language proposed by the bill as here reported is printed in italic: 

T I T L E 35, U N I T E D STATES C O D E 

* * * * * * * 

§ 4 1 . Patent fees. 
(a) The Commissioner shall charge the following fees: 
1. On filing each application for an original patent, except in design 

cases, [$30 , and $1 for each claim in excess of twenty] $50; in 
addition, on filing or on presentation at any other time, $10 jor each 
claim in independent form which is in excess of one, and $2 for each 
claim {whether independent or dependent) which is in excess of ten. 
Errors in payment of the additional fees may he rectified in accordance 
with regulations of the Commissioner. 

2. [ O n ] For issuing each original or reissue patent, except in design 
cases, [$30 , and $1 for each claim in excess of twenty] $75; in addition, 
$10 for each page {or portion thereof) of specification as printed, and $2 
for each sheet of drawing: 

3. In design cases: 
a. On filing each design application, $20. 
b. On issuing each design patent: For three years and six months, 

$10; for seven years, [ $ 1 5 ] $20; and for fourteen years, $30. 
4. On [every] filing each application for the reissue of a patent, 

[ $ 3 0 and $1 for each claim in excess of twenty over and above the 
number of claims of the original patent] $50; in addition, on filing or 
on presentation at any other time, $10 for each claim in independent form 
which is in excess of the number of independent claims of the original 
patent, and $2 for each claim {whether independent or dependent) which 
is in excess of ten and also in excess of the number of claims of the original 
patent. Errors in payment of the additional fees may be rectified in 
accordance with regulations of the Commissioner. 

5. On filing each disclaimer, [ $ 1 0 ] $15. 
6. On [ a n ] appeal for the first time from the examiner to the 

Board of Appeals, $25 ; in addition, on filing a brief in support of the 
appeal, $50. 

7. On filing each petition for the revival of an abandoned applica
tion for a patent or for the delayed payment of the fee for issuing 
each patent, [ $ 1 0 ] $15. 

8. For certificate [of correction of applicant's mistake] under 
section 255 or under section 256 of this title, [ $ 1 0 ] $15. 

9. As available and if in print: For uncertified printed copies of 
specifications and drawings of patents (except design patents), [ 2 5 ] 50 
cents per copy; for design patents, [ 1 0 ] 20 cents per copy; the Commis

si 
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sioner may establish a charge not to exceed $1 per copy for patents in 
excess of twenty-five pages of drawings and specifications and for plant 
patents piinted in color; special r a tes for l ibraries specified in section 1 3 
of this t i t le , $ 5 0 for p a t e n t s issued in one year . The Commissioner 
may, without charge, provide applicants with copies of specifications and 
drawings of patents when referred to in a notice under section 132. 

1 0 . F o r recording every ass ignment , agreement , or o ther pape r 
relating to the property in a patent or application, $20; where the document 
relates to more than one patent or application, $3 for each additional item. 
[ n o t exceeding six pages, $ 3 ; for each addi t ional two pages or less, 
$ 1 ; for each addi t ional p a t e n t or appl icat ion inc luded in one writ ing, 
where more t h a n one is so included, 5 0 cents a d d i t i o n a l . ] 

1 1 . F o r each certificate, $ 1 . 
1 2 . For maintaining a patent (other than for a design) in force: 

a. beyond the fifth anniversary of the issue date of the patent, $50; 
b. beyond the ninth anniversary of the issue date of the patent, 

$100; and 
c. beyond the thirteenth anniversary of the issue date of patent, 

$150. 
13. For delayed payment of a maintenance fee, $25. 
(b) T h e Commiss ioner m a y establish charges for copies of records, 

publ ica t ions , or services furnished b y t h e P a t e n t Office, no t specified 
above . 

(c) The fees prescribed by or under this section shall apply to any other 
Government department or agency, or officer thereof, except that the Com
missioner may waive the payment of any fee for services or materials 
in cases of occasional or incidental requests by a Government department 
or agency, or officer thereof. 

A N A L Y S I S OF C H A P T E R 1 4 OF T I T L E 3 5 , U N I T E D S T A T E S C O D E , IMMEDI
ATELY P R E C E D I N G SECTION 1 5 1 

Sec. 
151. Issue of patent. [Time of issue of patent . ] 
152. Issue of patent to assignee. 
153. How issued. 
154. Contents and term of patent. 
155. Maintenance fees. 

§ 1 5 1 . Issue of patent [ T i m e of issue of p a t e n t . ] 
[ T h e p a t e n t shal l issue wi th in th ree m o n t h s from t h e da t e of t h e 

p a y m e n t of t h e final fee, which shall be pa id no t l a te r t h a n six m o n t h s 
after w r i t t e n not ice to t h e appl ican t of al lowance of the appl icat ion 
b u t t h e C o m m i s s i o n e r m a y accept the final fee if pa id wi th in one year 
after t h e six m o n t h period for p a y m e n t , and t h e p a t e n t shall i s s u e . ] 

If it appears that applicant is entitled to a patent 'under the law, a 
written notice of allowance of the application shall be given or mailed to 
the applicant. The notice shall specify a sum, constituting the issue fee 
or a portion thereof, which shall be paid within three months thereafter. 

Upon payment of this sum the patent shall issue, but if payment is 
not timely made, the application shall be regarded as abandoned. 

Any remaining balance of the issue fee shall be paid within three 
months from the sending of a notice thereof and, if not paid, the patent 
shall lapse at the termination of this three-month period. 

If any payment required by this section is not timely made, but is 
submitted with the fee for delayed payment within three months after the 
due date and sufficient cause is shown for the late payment, it may be 
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accepted by the Commissioner as though no abandonment or lapse had 
ever occurred. 

* * * * * * * 

§154. C o n t e n t s and t e r m of p a t e n t 
E v e r y p a t e n t shall con ta in a shor t t i t le of t h e invent ion and a g ran t 

to t h e pa ten tee , his heirs or assigns, for t h e t e rm of seventeen years , 
subject to the payment of issue and maintenance fees as provided for in 
this title, of t h e r igh t t o exclude o thers from making , using, or selling 
t h e invent ion t h r o u g h o u t the Un i t ed S ta tes , referring to t h e specifi
cat ion for t h e pa r t i cu la r s thereof. A copy of t h e specification and 
drawings shall b e annexed to t h e p a t e n t and be a p a r t thereof. 
§155. Maintenance fees 

(a) During the term of a patent, other than for a design, the following 
-fees shall be due: 

(1) a first maintenance fee on or before the fifth anniversary of the 
issue date of the patent; 

(2) a second maintenance fee on or before the ninth anniversary of 
the issue date of the patent; and 

(3) a third maintenance fee on or before the thirteenth anniversary of 
the issue date of the patent. 
In the case of a reissue patent the times specified herein shall run from 
the date of the original patent. 

(b) A grace period of six months will be allowed in which to pay any 
maintenance fee, provided it is accompanied by the fee prescribed for 
delayed payment. When a response is not received to the notice provided 
by subsection (e) of'this section, a subsequent notice shall be sent approx
imately sixty days after the due date of any maintenance fee. 

(c) The first and second maintenance fees may be deferred in accordance 
with subsection (J) of this section. 

(d) A patent will terminate on the due date for any maintenance fee 
unless, as provided for in this section, the fee due (including any fees 
previously deferred) is paid or a statement in accordance with subsection 
(f) of this section requesting deferment is filed. Such termination or 
lapsing shall be without prejudice to rights existing under any other 
patent. 

(e) Notice of the requirement for the payment of the maintenance fees 
and the filing of statements in compliance with this section shall be 
attached to or be embodied in the patent. Approximately thirty days 
before a maintenance fee is due, the Commissioner shall send an initial 
notice thereof to the patentee and all other parties having an interest of 
record at the addresses last furnished to the Patnet Office. Irrespective 
of any other provision of this section, a maintenance fee may be paid 
within thirty days after the date of such initial notice. 

(f) Any inventor to whom a patent issued (or his heirs) and who owns 
the patent may within six months of the fifth anniversary of the issue date 
of the patent by a statement to the Commissioner request deferment of the 
first maintenance fee if the gross benefit received by the inventor or any 
other party having or having had any interest in the subject matter of the 
patent, from, under, or by virtue of the patent or from the manufacture, 
use, or sale of the invention, was less in value than the amount of the fee, 
and the statement so specifies. The fee shall thereupon be deferred until 
the time the second maintenance fee is due and shall be paid in addition 
to the second maintenance fee. 
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"Any inventor to whom a patent issued (or his heirs) and who owns 
the patent may within six months oj the ninth anniversary of the issue 
date of the patent by a statement to the Commissioner request deferment of 
the second maintenance fee (and further deferment of the first maintenance 
fee if such fee has been deferred) if the gross benefit received by the inventor 
or any other party having or having had any interest in the subject matter 
of the patent during the preceding four years, from, under, or by virtue of 
the patent or from the manufacture, use, or sale of the invention, was less 
in value than the amount of the second fee, and the statement so specifies. 
The second fee, or the first and second fees, as the case may be, shall there
upon be deferred until the time the third maintenance fee is due and shall 
be paid in addition to the third maintenance fee and with the same result 
if not paid. No deferment of any of the fees beyond the thirteenth anni
versary of the issue date of the patent shall be permitted and the patent will 
terminate at the end of the thirteenth anniversary of the issue date unless 
all maintenance fees are paid in accordance with the provisions of this 
section. 

"(g) An applicant or his assignee may elect, on or before the time of 
payment of the sum specified in the notice of allowance provided in 
section 151 of this chapter, to pay a fee of $75 and such payment shall 
constitute a complete satisfaction of the maintenance fees provided for in 
this section." 

* * * * * * * 
A C T OF J U L Y 5, 1946 ( C H . 540, 60 STAT . 427 ; 15 U . S . C . S E C . 1113), 

AS A M E N D E D 
§ 3 1 . Fees and charges 

(a) The following fees shall be paid to the Patent Office under this 
Act: 

1. On filing each original application for registration of a mark in 
each class [on either the principal or the supplemental register, $ 2 5 ; ] , 
$35. 

2. On filing each application for renewal in each class, $25 ; and on 
filing each application for renewal in each class after expiration of the 
registration, an additional fee of $ 5 [ ; ] . 

3. On filing an affidavit under section 8(a) or section 8(b) for each 
class, $10. [on filing notice of claim of benefits of this Act for a 
mark to be published under section 12(c) hereof, $ 1 0 ; ] 

4- On filing each petition for the revival of an abandoned application, 
$15. [;] 

5. On filing [notice o f ] opposition or application for cancellation 
for each class, $25. [ ; ] 

6. On appeal from [ a n ] the examiner in charge of the registration 
of marks to the Trademark Trial and Appeal Board for each class 
$25. [ ; ] . 

7. For issuance of a new certificate of registration following change 
of ownership of a mark or correction of a registrant's mistake, [ $ 1 0 ; ] 
$15. 

8. For certificate of correction of registrant's mistake or amendment 
after registration, [ $ 1 0 ; ] $15. 

9. [for manuscript copies, for every one hundred words or fraction 
thereof, 10 cents; for comparing other copies, 5 cents for everyone 
hundred words or fraction thereof;] For certifying in any case, 
[additional,] $ 1 . [; for each additional registration or application 
which may be included under a single certificate, 50 cents additional;] 
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10. F o r filing each d i sc la imer [ , a m e n d m e n t , surrender , or cancella

t i o n ] after regis trat ion, [ $ 1 0 ; ] $15. 
[ F o r abs t rac t s of t i t le : F o r t h e search, one hour or less, and cer

tificate, $ 3 ; each addi t ional h o u r or fraction thereof, $1.50; for each 
brief from the digest of ass ignments of two h u n d r e d words or less, $ 1 . ] 

v [ F o r certificate t h a t t r a d e m a r k has n o t been regis tered—search 
and certificate (for deposi t in foreign countries only) , $ 3 . ] 

[ F o r t i t le repor t s requi red for office use, $ 1 . ] 
[ F o r a single p r in ted copy of s t a t e m e n t and drawing, 10 cents ; if 

certified, for t h e grant , addi t ional , $ 1 ; for the certificate, $ 1 ; if r e 
newed, for copy of certificate of renewal , addi t ional , $ 1 . ] 

[ F o r photographic copies of records and drawings, the reasonable 
cost of mak ing t h e m . ] 

11. For printed copy of registered mark, 20 cents. 
12. F o r recording every ass ignment , agreement, or o ther pape r [ n o t 

exceeding six pages, $ 3 ] relating to the property in a registration or 
application, $20; [ for each addi t ional two pages or less, $ 1 ; for each 
addi t ional regis t ra t ion or appl icat ion included, or involved in one 
wri t ing where more t h a n one is so included or involved, addi t ional , 
50 c e n t s ] where the document relates to more than one application or 
registration, $3 for each additional item. 

13. On filing notice of claim of benefits of this Act for a mark to be 
published under section 12(c) hereof, $10 [;]. 

(b) The Commissioner may establish charges for copies of records, 
publications, or services furnished by the Patent Office, not specified above. 

(c) T h e Commissioner [ s h a l l ] may refund [ f e e s ] any sum pa id b y 
mis t ake or in excess. 

• > A N A L Y S I S OF C H A P T E R 2 7 OF T I T L E 35, U N I T E D S T A T E S C O D E , 
IMMEDIATELY P R E C E D I N G SECTION 2 6 6 

Sec. 
[266 . Issue of patents without fees to Government employees.] 
267. Time for taking action in Government applications. 

[ § 2 6 6 . I ssue of p a t e n t s w i t h o u t fees t o Gove rnmen t employees. 
T h e Commissioner m a y g ran t , subjec t to t h e provisions of th is t i t le , 

t o a n y officer, enlisted m a n , or employee of t h e Gove rnmen t , except 
officers and employees of t h e P a t e n t Office, a p a t e n t w i thou t t h e p a y 
m e n t of fees, when t h e h e a d of a d e p a r t m e n t or agency certifies t h e 
inven t ion is used or l ikely t o be used in t h e publ ic in teres t a n d t h e 
appl ican t in his appl ica t ion s t a t e s t h a t t h e invent ion described there in , 
if pa t en t ed , m a y be m a n u f a c t u r e d a n d used b y or for t h e G o v e r n m e n t 
for governmenta l purposes w i thou t t h e p a y m e n t t o h im of a n y r o y a l t y 
thereon , which s t ipu la t ion shall be inc luded in t h e p a t e n t . ] 

SECTION 1 1 2 OF T I T L E 35 , U N I T E D S T A T E S C O D E 

§ 1 1 2 . Specification. 
T h e specification shall con ta in a wr i t t en descript ion of t h e invent ion , 

a n d of t h e m a n n e r a n d process of m a k i n g and us ing i t , in such full, 
clear, concise, a n d exact t e rms as t o enable a n y person skilled in t h e 
a r t to which i t pe r ta ins , or w i th which i t is mos t nea r ly connected , 
t o m a k e and use t h e same , a n d shall- 'set for th t h e bes t m o d e con
t e m p l a t e d b y t h e inven to r of ca r ry ing ou t his invent ion . 
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T h e specification shall conclude wi th one or m o r e claims par t icu lar ly 
po in t ing ou t and dis t inct ly claiming t h e subject m a t t e r which t h e appli
can t regards as his invent ion . A claim may be written in independent 
or dependent form, and if in dependent form, it shall be construed to 
include all the limitations of the claim incorporated by reference into the 
dependent claim. 

An e lement in a claim for a combina t ion m a y b e expressed as a 
m e a n s or s tep for performing a specified function w i t h o u t the recital 
of s t ruc tu re , mater ia l , or ac ts in s u p p o r t thereof, and such claim shall 
be cons t rued to cover the corresponding s t ruc ture , mater ia l , or ac ts 
described in the specification and equiva len ts thereof. 

SECTION 2 8 2 OF T I T L E 3 5 , U N I T E D S T A T E S C O D E 

§ 2 8 2 . P r e s u m p t i o n of va l id i ty ; defenses 
[ A p a t e n t shall be p resumed valid. T h e bu rden of establishing 

inva l id i ty of a p a t e n t shall res t on a p a r t y asser t ing i t . l A patent 
shall be presumed valid. Each claim of a patent (whether in independent 
or dependent form) shall be presumed valid independently of the validity 
of other claims; dependent claims shall be presumed valid even though 
dependent upon an invalid claim. The burden of establishing invalidity 
of a patent or any claim thereof shall rest on the party asserting it. 

T h e following shall b e defenses in a n y act ion involving the val idi ty 
or infr ingement of a p a t e n t and shall be pleaded: 

( 1 ) Noninf r ingement , absence of l iabil i ty for infr ingement, or 
unenforceabil i ty, 

( 2 ) I nva l id i ty of the p a t e n t or a n y claim in sui t on a n y ground 
specified in p a r t I I of this t i t le as a condi t ion for pa ten tab i l i ty , 

( 3 ) I nva l id i ty of the p a t e n t or a n y claim in su i t for failure to com
ply w i t h any r equ i r emen t of sections 1 1 2 or 2 5 1 of this t i t le , 

(4) A n y o the r fact or ac t m a d e a defense b y this t i t le. 
I n act ions involving t h e val id i ty or infr ingement of a p a t e n t the 

p a r t y asser t ing inval id i ty or noninfr ingement shall give not ice in the 
pleadings or otherwise in wri t ing to the adverse p a r t y a t least t h i r t y 
days before the tr ial , of the coun t ry , number , da t e , and n a m e of t h e 
p a t e n t e e of a n y p a t e n t , t h e t i t le , da te , a n d page n u m b e r s of a n y 
publ ica t ion to be relied upon as an t ic ipa t ion of the p a t e n t in sui t or, 
except in act ions in the U n i t e d S ta t e s C o u r t of Claims, as showing 
the s t a t e of the a r t , and t h e n a m e and address of a n y person who 
m a y b e relied upon as t h e prior i nven to r or as hav ing pr ior knowledge 
of or as hav ing previously used or offered for sale the invent ion of 
t h e p a t e n t in sui t . I n t h e absence of such not ice proof of t h e said 
m a t t e r s m a y n o t be m a d e a t the t r ia l except on such t e rms as t h e 
cour t requires . 

o 
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