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LECTURE |.
PATENTABILITY.

1. Primary Division of the Subject.

(a) The subjects of patents; (0) Invention; (¢) Novelty;
(d) Utility.

2, The Subjects of Patents,

(a) Arts: (b) Machines; (¢) Manufactures; (d) Compo-
sitions of Matter; Revised Statutes, Section 48860 (¢ Designs,

3. Patentable Arts are Processes.

(a) Processes which include some non-mechanical trans-
action.~—Tilghman v. DProctor (102 U. S, 728); Lames
v. Andrewes (122 U. S, 40); fermentation Co. V.
Maus (122 U. S., 427); Telephone Cuases (120 U. S.
533); (b) Machine processes,—Corning v. Burden (15 Howard,
267) ; Busch v. Jones (184 U. 5., 607); Carnegic Steel Co. v.
Cambria Iron Co. (185 U. S, 425); (¢) Manipulative
processes,-—fivpanded Metal Co. v, Bradford (214 U, S, 300,

1900).

4. Machines.

(@) Definition of the word “Machine.” [Walker on Patents.
Section 16: (b) Improvements i Machines,

5. Manufactures.

(a) " Patent law meaning of the noun “manufacture,” Joltnson
v. Johmmston, 60 I, R., 620.

6. Compositions of Matter.

(a) Meaning of the phrase “composition of matter.” [ alrer
on Patents, Scc. 18.

7. Designs.

Ornamental  designs  for articles,—32  Statutes at  Large
(p. 193, Chap. 783): IWeisgerber v. Clowney (131 F. R., 480).
Scoficld v. Brosone (138 I, R., 300).
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8. Iuvention,

(¢) There ts no athirmative criterion of invention,—. tmerican
Graphophone Co, v, Cnicersal Talking Mach, Mg, Co, (151 19,
., 5000 (0) Invention present where no negrative rule shows it
to be absent  (MceClain v. Ortiayer (141 U, 8., 472),

9. Mere Skill is not Invention. Atlantic 1 orks v, Brady
(1o7 U. S.. 199); Perkins Llectric Switeh Co. v, Gibbs Llectric
Mfg. Co. (87 IF. R.,,923); Badische nilin & Soda [Fabrik v, Kalle

(94 I'. R, 173).

(a) Circumstances distinguishing invention from skill,—7he
Barbed [Vire Patent (133 U. S, 283). Mast lFoos Case (177 U.

S., 494, 1900).
10. Excellence of Workmanship is not Invention.

(a) Distinction between this rule and the previous one.

11. Substitution of Materials is not Invention. Hotlch-
kiss v. Greenscood {11 Howard, 248); Drake Castle Pressed

Steel Lug Co. v. Browmnell & Co. (123 EF. R, 87).

(a) LException where substitution involves a new mode of
operation,~—[l/ickelman v. /. B. Dick Co. (88 F. R,, 264);
(0) Exception where substitution resulted in the first success in
the art,—ILdison Llectric Co. v. U. §. Electric Lighting Co.
(s2 F. R., 308); (¢) LException where substitution changes
both purpose and material,—Potts v. Creager (155 U. S, 507).

12. Change of Size or Degree or Quality is not Invention.

(a) In the case of a machine,—Piullips v. Page (24 Howard,
104) ; Planing Maclhine Co. v. Ketth (101 U. S, 490) 1 (b) In the
case of a manufacture,—Glue Co. v. Upton (g7 U, S. 6).

oxception where the change involves a new mode of opera-
tion,—I<dison Electric Light case (32 . R, 300).
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13. Aggregation is not Invention, ffatics v. ["an [Former
(20 Wallace, 353): Overwecieht Co. vo Mach, Co. (102 1, R,
a001) T re Mond (16 App. D. C., 35.4).

(a) Want of simultancousness of action does not necessarily
imply  aggregation, or negative combination—/{lolmes  cilarm
Tel. Co. v. Domestic Tel. Co. (42 T, R., 220),

14. Duplication is not Invention. Dunbar v. Mevers (o4
U. S, 197).

(@) Lixceptinn where duplication produces a nw unitary re-
sult,—Goass Printing Press Co. v. Scott (108 I, R., 260)

15. Omission is not Invention. Nichards v. Llevator Co.
(150 U. 5., 480) ; Stow v. Chicago (3 Banning & Arden, 92).

(a) LException where omission changes and improves the mode
of opecration,—ZLnterprise Co. v. Sargent (28 ¥, R., 187);
Pacific Contracting Co. v. Bingham (62 T*. R, 282).

16. Substitution of Equivalents is not Invention. Smith
v. Nichols (21 Wallace, 119); Ticmann v. Kraatz (835 I'. R,,

440).

17. New Combination, without New Mec.e of Operation,
is not Invention. [Burt v, Lvory, (133 UL S 340) : Florshein v.
Schilling (137 U, S 77, Rapp v, Central Fire-Proof Door &
Sash Co. (158 I'. R., 448).

18. Using an Old Process or Thing for a New Purpose is
not Invention. St Germain v. Brunsweick (135 U. S, 230);
Lovell Mfg. Co. v. Cary (147 U. S., 637).

(@) Lxception where new use is not nearly analogous to the
old use.—Potts v. Creager (155 UL S0 5970 0 Natienal Brake Beam
Co. v. Interchangcuble Brake Beam Co. (106 F. R., 702).

19. Doubts Relevant to Presence of Invention, Solved by
Presence of Superior Utility. Smith v. Dental T"ulcanite Co.
(03 U. S., 403); but not by superior sales. A cClain v. Ort-

mayer (141 U. S., 427).
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20. Novelty distinguished from newness.

21, Novelty not Negatived,

(a) DBy knowledge or use in a foreign country.-—Revised
Statutes, Scctions 4886 and .4923; (b) Dy abandoned applica-
tion for United States Patent, Corn Planter Case (23 \Wallace,
211); (¢) By unpublished drawing, or prior model,—Liithorp
v. Robertson (4 Blatch,, 309) 3 Cahoon v. Ring (v Chift., 503);
(o) Dy anything  apparently  similar - but o practically  use-
less~—dorey v. Lockwood (8 Wallace, 230y Tdeal Stop-
per Coo vo Crown Cork & Seal Coo (130 F0 Ry 24)
(¢) By antiquity of parts.—Louden Mach. Co. v. Janes-
oille Hay Tool Co. (141 . R, 978) ¢ (f)y Uy prior acut-
dental, but not understoud, production,~—-Beckwcith vo Malleable
[ron Range Co. (174 190 Roo1010); () Dy anything which was
neither destoned, nor apparently adapted. nor actually used, to
perform the function of the thing covered by the patent,—7op-
HE v, ToplifF (145 UL S, 101). ‘

22. Novelty is Negatived.

(¢) By prior knowledge and use by even a single person,—
Coffin v. Ogden (18 Wallace, 120) 5 (0) v prior known existence
without using, of the thing patented,—Corn Planter Cuse (23
Wallace, 220); Dut not by prior existence withont knowledge.
Acme Clasp Co. v. Cary Mfg. Co, (90 I, R., 314).

23. Negation of Novelty is not Averted.

(a) Dy the fact that the inventor had no knowledge of the
anticipating matter—Derby v. Thompson (146 U. S., 481); (D)
By the tact that the anticipating substance was derived from
a different source from that which produced the patented sub-
stance,~~—Coachrane v. Badischie Anilin & Soda Fabrik (111 U, S,

311).

24. Utility.

(a) Resides in instrumentality: Burrall v. Jewett (2 Paige,
143); {b) Resides in beauty—Aagic Ruffle Co. v. Douglas (2
Fisher, 330); (¢) Negatived by lack of function—Coupe v.

Rover (155 U. S, 574); (d) Negatived where function is
necessarily evil,—IFuller v. Berger (120 . R., 275).
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LECTURE .
PATENTS.

. Primary Division of the Subiect,

(@) Letters patent; (b)) Disclaimers; (¢) Reissues,

2, The Right Secured by Letters Patent,

(a) Not under common law,-=Brown v. Duchesne (19 How-
ard, 193): (0) Wholly under United  States Constitution ,—
Article 1, Section & (¢) Is a property right,—Seyvmour v,
Osborne (11 \Wallace, 533) : United States v. lm. Bell Telephone
Co. (167 LS, 238) 0 «d) Kelations of, to the Sherman Law
Boment v National Harrowe Co, (186 UL SR8 ) Blonnt Miy Co.
v. Yale & Towne Mfg, Coo (1060 1. Ry 333500 (0) is exclusive
of the government, as it is of atizens.—Belknap v, Schild (161
U. S.oan) s () Taxation of Matents—[cople v, clssessors 130
N. Y., 421).

3. The Territorial Scope of United States Patents.

(¢) The fortyv-cight Umited States.—Revised Statutes, Section
48847 (b) The tide waters of the United States,.—Colgate v,
Ocean Telegraph Co. (17 Dlatch., 310): (¢) The decks of
United States Ships,~—Gardiner v. Howe (2 Cliff., 464).

4. The Duration of Patents.

(@) The regular duration,—Revised Statutes, Sections 488y
and 4931 () The duration of patents on imventions first pat-
ented abroad, m pursuance of apphications filed prior to 1898, —
Revised Statutes, Scection 4887,

5. Patentees.

(a) Inventors,.—Revisad Statutes, Scction 4836; (b)) As-
signees, Revised Statutes, Section 48035: (¢) Legal Representa-
tives,—Revised Statutes, Section 4806,
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0. Letters Patent as Documents,

(a) The grant; (b) The deseription,—Revised Statutes, Sec-
tion 4888 () The claim or cliims,—Revised Statutes, Sece
tiont 4888 () The drawinys.

2. The Construction of Patents,

ca) In hight of deseriptions,—"Telephone cases (120 U, S,
33705 () In the hght of the state ot the art—Railicay Co. V.
Savies vg7 UL S, 330 Continental Paper Bag Co, v, Lostern
Puper Buy Co. 1210 UL S, 4035 1.

8. Only One Patent for One Invention, Miller v. Lagle
Co. (151 UL S, 197): Nattonal Mach, Co, v. Theeler & 1 ison
Mfig. Co. (72 F. R, 1090) « Davton Fan & Maotor Co. v. 11 esting-
house Llec. & Mfg, Co. (118 'V R, 303): Dodge Coal Storage
Co.v. \.Y.C.EH,ROR. Co. (130 . I, o81),

9. Disclaimers.

(a) Statutory Provisions relevant to  disclumers,—Revised
Statutes, Seetions 4gi7 and gy22,

10. Errors which Justify Disclaimers.

(a) Inadvertence: (b) accident; (¢) mustakes of fact; (d)

mistake of law,~O ' Reilly v. Morse (15 Howard, 120).

11. Fraudulent or Deceptive Intention, Fatal to Right
to Disclaim. Revised Statutes, Section 417,

12. Unreasonable Delay to Disclaim atal to Efficacy of
Discltaimer. Scviowr vo McCornuck (19 Howard, 106).

13. Construction of Letters Patent after Disclaimer.
Dunbar v. Myers (03 U. S, 187).
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14, Reissues,

(a) The origin of veissues—Grant v, Kaviord (6 Peters,
243); () The reissue stitute,—Revised Statutes, Section 49106,

15. Faults which Justify Reissues.

() Iovalidity artsing from defective description; (b)  In.
validity  arising from nsufficient deseription; (¢ invalidity
arising {rom defective claims; (d) Invalidity arising from claim-
ing too much  (¢) Inoperativeness arising  {rom  insufficient
clatms —\Walker on Patents, See. 218

16. Inadvertence, Accident, or Mistake.

(u) Are the sources of retssuable faults—<Walker on Patents,
Sec. 2200 chy Cuestton of foree of decision of Commissioner of
Patents on existence ot ——\Walker on atents, Sece. 221.

7. Broadened Reissues. Viler v, Brass Co, (1og U S,
3500, Yuloy Electric Co. v Thompson-tlouston Llechic Co.
(S I R sa0)y. Thompson-flouston lectric Co. v I estern
lilectric Coo 138 o R S,

(«) Dennition of broadened reissues,—Walker on Patents, Sec,
220, (b)Y Delav to apply for broadened retssue—Toplitr v, Top-
hit (143 UL S 071),

18, The Same Invention. Revised Statutes, Section 410,

(a) Definttion of the phrase “the same invention, —arker
L(:?’ ”h![‘f’fl (1{'?1 v, Ylf’{' C.!ﬂ{'f{' Cﬂ. ( 133 L'. C{ ())) ., “_:‘S’JH E!L‘L‘-
tric Co. v. Stevens (134 I R 380).

19. Reissues Partly Void and Partly Valid, Gagze v,
[Terring (107 UL 5.0 040).  Rawson & Morrisen Mfg. Co. v,

C. . Flunt Co., 137 19, R.. 240



LECTURE i
TITLE, LICENSES, AND INFRINGEMENT.

1. Title,

(a) By occupancy; (b) Dy assignment; (¢) By grant; (d)
by creditor's billy (e) By bankruptey: (/) Uy death,

2, Title by Occupancy.

(a) Inchowte,—Hendrie v. Savles (98 UL S, 541); (0) Com-
plete,—l{arrison v. Morton (83 Md., 477).

3. By Assignment,

(a) An assienment detined,—Gavler v. [ilder (1o Toward,
477) 7 L0) Subject to reasonable State regulanon -—~clilen v Kiley
(203 U. S., 3535); t¢) Held upon special tenuve—/Lattichicld v.
Perry (21 Wallace, 22000 (d) Incomplete estates ereated byvy—
Solomons v. Untted States (210 Court of Crauns, 481},

4. Warranty of Title.—Brush Licctric Co, v, Llcctric Light

Co. (52 I'. R., 903).

5. No Implied Warranty of Validity., 7latt v, Twomey (1
Devercaux & Dattle’s Fguity Cases. N CL, 3159,

6. By Grant.

(a) A grant defined.—Gaxler v. Hdder (10 Howard, 404);
(0) Extra-territorial rights—~Ae¢eler v. [olding Bed Co, (157
U. S., 659); Jackson v, aughan (72 V. R. &37).

= Recording in the Patent Office.~—Revised Statutes,

Section 898.

8. By Creditor's Bill.—.lycr v. Murray (105 U, S, 126);
Newton v, Buck (77 . R., G13).
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9. By Bankruptcy, or Insolvency.
dankruptey Statute of July 1, 1898, Section yo,—Ball v. Coker
(108 17, R, 300).

10. By Death.—Revised Statutes, Section 48060, asx amended
March 3, 1903, 32 Statutes at Large, p. 1225,

1. Licenses.~Ialerman v, Mackenzie (138 UL S, 233).
Hartman v. John D, Park & Sons Co. (145 Fo R 3040 0 Fxpress
or implicd and written or oral; Oral licenses are subject to Stat-
wtes of Frauds.—Buhl v, Stephens (84 Fed, Rep., v22).

12. Express Licenses, with Implied Incidents,

(a) To make, with implied leave to use: () To make with
implicd leave to sell; (¢) To use, with implied leave to make:
(d) To make, with implicd leave to use and to sell.

13. Purely lmplied Licenses.

(a) Licenses implied from conduct.—United States v. Paliner
(128 U. S., 209), Solomons v. United States (137 U. S., 346);

(b) lLicenses worked hyv estoppel.——Curren v, Birdsall (20 F.
R., 835).

14.  Subsequent Purchaser Without Notice.

N license good agamnst evervbody, without notice or record,
—Chambers v. Snuth (5 Insher, 14) : Farrington v. Gregory (4
Fisher, 221) 3 Continental I indmill Co. v. Empire [FPindnull Co.
(8 DBlatch., 203%).

15. Warranty of Validity.

(a) No imphed warranty of vahditv,—Dirdsall v. Perrego
(5 Blatch., 2351) ; Umited States v. Harpev Steel Co. (106 UL S,
310} ; (b) Dut imphed warranty against eviction.— H'te v. Lee
(14 I'. R., 701).

16 Infringement.

(a) Of a patent for a process; (b) A machine or a manu-
facture; (¢) A composition of matter; (d) A design.
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17, Infringement of Process Patents.

(a) Iustrated by the TFat Aad Case~Tilghman v. Proctor
(to2 U, 5., 730).

18. Infringement of Machines and Manufactures.

() The genceral rule,—Walker on Patents, See. 339: (b)
Comparative results—/[{"cstinghouse v. Boyden Pewer Brake
Co. t170 U. S, 302y (¢) Comparitive mode of operation,—
Ficld v. DeCamean (110 U0 S0 187) 0 (dy Comparative struc-
ture,

19, Comparative Structure,

() Ndditone-—cfmerican Lawndry Mach, Co, vo Jldams Laun-
dry Muach, Co. (100 o R 30300 oh)y Omissione—Prouty v. Ruy-
cles (10 Peters, 3300 Cimiotti Unhaveing Co, v A FFur Ref.
Co. (198 UL S0 410y o Interchange of position of paris,—
Sanders v, Hancock (128 ', R. 2301 (d)y Substitution of equiva-
lents—7ron Clad Mfg. Coo v Dairvman’s Mfg., Co. (138 140 R,

1 34).

20, Eqguivalents,

(@) Primary inventions and secondary inventions —Railroad
Co. v, Saviles (97 UL S 536) Continental Paper Bag Co. v, East-
crin Paper Bag Co. (210 UL =, 5303): Marcomt 1ireless Tel. Co.
v De Forest [ircless Tel, Co.o (138 190 R., 678).

21. Infringement of Compositions of Matter.

(a) Addition,—Bvram v, Eddy (2 Blatch., 321); (b) Omis-
sion,—Otley v. atkins (36 . R, 324); (¢) Change of
proportion,—.ltlantic Dynanrite Co. v. Climax Powvder Co. (72
. R, 9235); (d) Substitution of equavalente —Tyvier v. Bos-
ton (7 Wallace, 330).

22. Infringement of Design Patents,

(@) Decided on the basis ot the opimions of ordinary ob-
servers,—Goriiam v. ' hite (13 \Wallace, 328) ¢ F1. 7. Earl Aifyg.
Co. v. Clark & Parsons Co. 134 I, R., 833).

23. lgnorance of Patent.

(a) Does not negative infringement,—Parker v. Haworth
(4 McLean, 337); Nortonv. Can Co. (57 F. R,, 933).



LECTURE [V,

CCURTS AND PARTILES, AND ACTIONS AT LAW,
1. CQourts,

(ay Ihstrict Courts o the United Statess 300 Stattes
at Large, ppotwgr-2 and tioo, Chapter 2310 Scectioms 24 aned 48
(b) Supreme Court of the District ot thlmlm.——lxm1:-ul Stat-
utes relating to the District of Columbia, Sections 760 and 7041
(¢) State Courts—Browen vo Shannon (20 Howard, 56) 2 ilson
v, Sundford (1o Howard, 101): (d)y The Court of Claims, 30
Statutes at Large, Chapter 423,—0Cnited States v Palmer (123
U S, 200) Bellnap v Schild (101 UL S0 00,

2. Plamtiffs at Law.

(a) Patentees; (D) Assignees: (¢) Grantees; (d) Legal Rep-
resentatives: (¢) Owners i Common: (f) l.icenscees.

3. Defendants at Law.,

(@) Natural persons: (b) DPartnerships: (¢) Private corpora-
tions; (d) Public corporations.

4.  Complainants in Equity,

(a) Must generally own interest in patent at time of action,
—Iaterman v, Mackenzie (138 U. 5., 255); (0) May generally
tecover for infringement prior to assignment,—Dibble v. Augur
(7 Dlatch., 80).

5. Defendants in Equity.

ta) Not liable for profits realized by cach other,.—Elizabeth
v. Pavement Co, (97 U. 5., 140).
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6. Actions at Law,

(a) Trespass on the case,—Revised Statutes, Scction 4910;
(0) Civil Code action~—ilay v. AMercer County (30 I, R,
250) ; Myers v. Cunningham (44 I'. R, 349).

7. Pleas in Bar,

(a) Their number is twenty-seven; Walker on Patents, Scc-
tion 440; (b)) The first tourteen and the cighteenth deny validity
to the original patent; (¢) The Afteenil, sixteenth, and seven-
teenth are only applicable to reissues: (d) The last nine are mis-
cellancous.

The twentyv-seven defenses are based on a comprehensive view of
many parts of the patent law, and are to be thoroughly comstdered
by the students, m the hght of the text hook,

]

8. Special Pleading,

(a) According to the ancient common law: (£} \ccording
to the modern practice; Walker on Patents, See. 442,

9. The General Issue.

(a) Accompanied by notice of special  matter,—Revised
Statutes, Section 4920: (b) Where defens<e 1s based upon a fact
within judicial notice.—~VMev o Juncan County (137 UL 5., 408).

10. Trials of Actions at Law.

(a) Dy guryv,-—/nfernational Tooth Crown Co. v flanks
Dental +lssociation (111 F. R g17): (b)) By a judge,
—Repised Statuics, Section 649: (¢) By a referce.—Heckers
v. IFowler (2 Wallace, 123).

t1.  Evidence to Support the Declaration.

(a) The letters patent; (b) The title; (¢) The infringement;
(d) The damages.
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12, LEvidence to Support the Defenses.

(a) Judicial rotice~—Specialty Mfg., Co. v, Fenton Mfe. Co.
(174 U. S, 497) s (D) DPrior patents,—Revised Statutes, Section
302, (¢) Prior printed publications,—PBritton v. W hite Mfg. Co.
(01 F. R, 035); (d) DParol testimonv,—Barbed 11ire Patent
(143 U. S., 284).

13. Instructtons to Juries.

(a) On questions of law,—Haines v. MelLanghlin (135 U, S.,
SU8) 1 (b) On questions of fact—Lincoln v, Powcer (151 UL S,
442) s Coupe v, Royer 155 UL S, 579,

tq4. Costs,

(@) Vhe ttems recoverable,—Revised Statutes, Sections 823
and 0835 Tesla Electric Co. v, Scott (101 Fo R, 329): ()
Exceptions to recoverability of costs,—Revised  Statutes, Sec-
tions 973, 4917, and 4022

15. New Trials,

(a1} Forerror of judge: (M) For error of jurv: (o) For newly
discovered facts,—IT ashburn v, Gould (3 Story, 122

16. Writs of Error,

(@) Take actions at law for infringement of patents  to
Circtit Courts of  Appeal~.—36 Statutes av Larze, pp. 11334
Chap. 2310 Scection 128 (0 Suach actions o from  Circuit
Courts of Appeals to Supreme Conrt onlv on certificate or cer-
Lorari-—30 Statutes at Large, poo iz, Chapter 231, Section 231,

17. Bills of Exception.

What to contan. Plaladelphia & Trenton Railroad Co. v
Stimpson 1y Peters, 448y Blanchard v. Putnam (8 Wallace,
420) : Railrogd Coovo Smith, (210 Wallace, #33): Lowell v. Davis
(1ot UL Sosg2)c Jones v, Buckell (1o UL S 5351).



LECTURE V.
ACTIONS IN EQUITY.

1. Courts having jurisdiction in Equity in Patent Litia
gation; same as in actions at law,

2. The Functions of Lquity Patent Cases,

(@) Imyunctions,—cHlingten & Curtis Mfg, Co. v, Booth (78
.. R, 870); (b)) Recovery of defendant’s profits,— Koot v.
Railicay Co. (105 UL 5.0 180) 5 (¢) Recovery of Complainant's
damages,~Revised Statutes, Sectiom gg2t; Laigh v. Railway
Co. (O I, R., 283); HWesti:ohouse v, N, Y, +dir Brake Co., (131
. R., 607).

3. The Original Bill.

(a) The title of the Court: (b) The introduction; (¢) The
stating part: (d) The praver for reliet: (¢) The interrogating
part; (f) The praver for process: () The oath,

4. Defenses to an Original Bill,

(@) By demurrer; (&) Dy plea: (¢) v answer,

5. The Twenty=nine Defenses.

(a) The twentv-seven defenses, (0)  Non-jurisdiction of
equitv,—Root v. Rail:vay Co. (1035 U, S, 180 Clark v. ooster
(119 U. 8., 324) : Dowwell v. Mitchell (105 U, S., 4300 Haterman
vo Mackenzie (138 UL S02370 0 Continental Paper Bag Co. v
[Zastern Paper Bag Co. 210 UL S, 4030 (¢) Laches—Galliher
v, Cadweell ¢135 UL S0 3720 Johston v, Mining Co. (1438 UL S,
370) : Lane & Bodley Co. v Locke (130 UL 8. 2000 0 Halstead v,
Grinnan (132 UL S 4100,

6. The Hearing of an Action in Equity.

() Before o qudge o oy Betore ajudge and a jory— 18 Stat-
utes at Large, Part 30 po 316, Chap, 770 Seee 20 (¢)
DBetore a master o chancery. I cstern Cnion Telegraph Co.
v. clmerican Bell Telephone Coo crox 10 R OG36Y 0 Hancock v,
Bovd & Getty (7o I R Gony,
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2. The Hearing by a Judge.

(¢) The preliminary hearing; (0) The mterlocutory hear-
ing; (¢) The fimal hearing.

8 The Sources of the Rules of Decision,

(a) The statutes of United States: by The decisions of the
United States Supreme Courty (¢) The decrsions or the United
States Circuit Courts of Appeals: () The decisions of the
[nited States Distriet Courts, and the former United
States Circuit Courts: (¢) The ancient decisions ot the
chancellors of England: (/) The modern Lnglish decisions;
(¢) The decisions of State Courts: () The obiter dicta of
judges: () The commentaries of text writers,

9. Questions of Facts.

(a) Undecided questions; () Ouestions previously decided by
the Suprenie Court of the United States; (¢) Questions previous-
Iy decided by a United Sates Circuit Court of Appeals: (d)
Questions previously dectded by another District Court of the
L'nited State~, or a former Circant Court,

10. Evidence.

(a) Generally same as i actions at law: except on questions
of laches, and questions of actual or threatened infringement, and
questions of money recovery, and occasionally a few other items.
Walker on Patents, Sec. 030,

11. Testimony.
(a) Taken by depositions in writing @ () Taken orally in open
court.

12. Depositions.

(a) Taken by commission: (b)) Taken under cquity rule 67;
(¢) Taken under Sections 863, 864, and 863 of the Revised
Statutes: (d) Taken according to State laws (27 Statutes at
[Large. Ch. 14, p. 7Y@ (¢) Taken under stipulations; (f) Taken
in other cases, Walker on Patents, Sec. 640.
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13. Documentary Evidence.
(a) Which requires to be proved by oral testimony; (b)
Which proves itself.

14. Decrees.
(a) Interlocutory decrees (b)) IMinal decrees,

15. Petitions for Re<Hearing.
(@) For matter apparent on the face of the recordy () For
newly discovered evidence,

16. Appeals to a Circuit Court of Appeals.
(@) \When allowed; (0) How heard.

17. Certificate to, or Certiorari from, the Supreme Court.

18,  Injunctions.

(a) DPrelimnary: (0) Permanent,

19. . Grounds for Preliminary Injunctions.

(a) Special presumption of validityv—2Dickerson v. Machine
Co. (35 F. R, 113): Standard Elezator Co. v. Crane Ele-
vator Co. (50 I, i\, 719); (b) DProot of Title,—Mowry v.
Railzvay Co. (5 FFisher, 387) 5 (¢) Proof of Infringement, or dan-
crer of infringement,—Brush Llectric Co. v. Storage Battery Co.
(04 I, R 7700 Tindel Morris Co. v, Chester Torging Co. (103
. R.. 303).

20. Defenses to Motijons for Preliminary Injunctions.
(a) Dv wav of traverse; () Dy wayv of confession and avoid-
ance.

21. Permanent Injunctions.

(@) When granted,—Dotter v. Mack (3 I[asher, 430); Rum-
ford Chemical Horks v. Hecker (2 Dannimg & Arden, 388);
Consolidated Roller Mill Co. v. Coombs (30 I. R,, 80g)
() When refused—Bignal v, Hareey (18 bBlateh,, 330) ; [V est-
imghouse v, Carpenter (43 1. R, 891) 0 Draper v Hudson (1
Holmes, 208) ; Mumma v. Potomae Co. (8 Peters, 286).



LECTURE VI.
MONEY RECOVERIES,

1. Classes of Recoveries.

(@) Plaintiff's damages; (0) Defendant’s profits

2,  Plaintift’s Damages.

(a) Their generic measure is plaintiff's loss, —Coupe v. Royer
(155 U. S., 5605): (D) Plaintifi’s established rovalty: (¢) Hurt-
ful competition; (d) Nominal damages only.

3. Royvalties.

(@) How established,—Fude v. Hestcott (130 U, S, 152) ]
Corncley v. Marckwald (131 U. S, 1501 (b)) Hew not estab-
lished,—Judson v. Bradford (3 Danning & Arden, 539): Hest-
cott v. Rude (19 F. R, 833): FEwart Mfg. Co v. Baldwin
Cvele Chain Co. (91t . R.. 264): Emigh v. Railrecad Co.
(6 F. R., 284); La Baw v. Hawkins (2 Banning & Arden,
564); Colgate v. Mfg. Co. (28 T. R., 147);, (¢) How
applicd,—RBirdsall v. Coolidge (03 U. S., 70): sdsmus v. [Free-
man (34 . R, 9go3).

4. Hurtful Competition. M cSherry Mg, Ceo. v, Dowcagiac
Mig. Co. (100 1, R., 9351).

(a) lost sales—Corncley v. Marckwald (131 U, 5.0 150)
Rose v. Hirsch (04 T. R. 178);: Regina Music Box Co. v.
Otto, (114 . R.. 505): () Reduction of prices-—Boesch
v. Graff (133 U. S., 705): Holmes v. Truiman (67 F. R., §543).

s. Nominal Damages Only.—(Ciiv of Seattle v. McNamara
(81 F. R.,803) : City of Bosten v. Allen (g1 110 R, 2320 0 Brown
v. Lanyon (148 FF. R.. 838).
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6. LExemplary Damages.

(1) May be imposed by the judge, but not by the jury,—
Revised Statutes, Secuion 49ty Wilbur v, Beecher (2 Blatch,,
143) ; (£) Under what circumstances mmposed,~—~RKussel v. Place
(9 Ulatch., 1735): Peck v. I'rame, (9 Blatch,, 194).

7. Increased Damages.
(a) May be imposed by the judge, but not by the jury,—

Revised Statutes, Scction 4oy (0) When justificd —Brennan &
Co. v. Dowagtac Mfg. Co. 102 1R 473) 0 (¢) And not changed
on writ of error, except i clear case~Toplitt v, Topliff (145

L. S, 173).

8. Defendant’s Profits.

(a) When Recoverable,—Root ©. Ratlwav Co. (105 U. S,
214); (b) On what theory recoverable,—7Tilghman v. Proctor
(125 U. S, 148): (¢) What are recoverable as defendant’s
profits,—Rubber Co. v. Goodyear (9 Wallace, Soo) ; Livingston
v. [Voodworth (15 Howard, 340) ; Dean v. Mason (20 Howard,
204) ; Llizabeth v. Pavement Co. (97 U. S, 138); Piper v.
Brown (1 Holines, 193).

9. Rule for Ascertaining Defendant’'s Profits.

La) The generic rule,—Root v. Railzvay Co. (105 UL S, 213);
Tilglhman v. Proctor (125 U. 5.0 148} Bredin v. Solmson (143
17, R, 045): (b) The rule where infringement consisted 1 mak-
ing and selling: (¢) The rule where infringement consisted 1
selling: (d) The rule where miringement consisted 1 using, or

making and using.

10. Defendant’s Profits from Infringement by Making

and Selling.

(a) The items of cost.—Rubber Co. v. Goodycar (9 \WVallace
803); National Folding Box & DPapcr Co. v. Daxton Paper
Novelty Co. (95 Fed. Rep., 904); Mfg. Co. v. Cowing (105
U. S, 257); Seabury v. dw. LEnde (152 U. S, 564); Piaget
Novelty Co. v. Headley (123 T'ed. Rep., 897); (D) The selling
price.
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1. The Items of Cost.

(a) The market value of materials; (b) Money paid for
making the infringing articles; (¢) PProper remuneration for
the labor of the infringer; (d) Interest on boirowed monev,
(e) Lxpenses of selling, including advertising; % Miscella-
neous expenses.  Walker on Patents, See. 718,

12. The Selling Price.

(a) Where the patent covers the thing made and sold; ()
Where the patent covers only a part or parts of the thing made
and sold,—=Garretson v, Clark 1oy U0 S0 12000 Yason v, Gra-
ftam (23 Wallace, 270).

13. Defendant’s Profits from Infringement by Selling
Only.

(1) The purchase price and the cost of sclling; (b) The sell-
ing price.  Waltker on Patents, See. 72,

14. Defendant’s Profits from Infringement by Using
or Making and Using.

(a) The generic rule—~Follerton Halnt Grogeers' Alssociation

Anderson-Bavngrover Mpg, Co. (166 0 R, 43300 (b) In
cases of affirmative gain: () In cases of saving from loss,—
Cazcood Patent tog UL S, 7o) Meos vo Conover (125 U, S
144 0 (d) In cases of affirmative gain and saving from loss,—
Tilghman v. Proctor (125 U, 8., 142). |

15. The Standard of Comparison,

(a) What is the true standard of comparison: (b) Must have
heen known at the time of the complainant’s invention,—
Lawther v. Hanulton (64 T. R.. 224): (¢) Needs not to
have been used by the defendant—Locomotive Safety Truck Co.
v. Ratlroad Co. (2 IF. R., 679): (d) nor be unpatented,—¢-
Creary v. Pennsylvania Canal Co. (141 UL 8., 464).



