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in the prior case. The first opposition of the Carter Co.
terminated in a judgment Tor Bareluy & Barelay as o
result of the failure of the Carter Co. to print ils testi-
mony. The judgment was worded “priority of adoption
and use of the trade-mark in issue is awarded to Barelay
& Barelay.” In the sccond proceeding, which was held
proper beeause Barelay & Barelay had put thetr apphea-
tion on a ten-year basis after the judgment in their favor
in the first case, Barclay & Barclay contended that the
mark of the Carter Co. was not substantinlly identical
with their mark. The court held that this was a speetfic
fact which was settled against them by the first deeision.,
A demurrer by DBarclay & Barclay, based upon the
ground that the marks of the two parties did not confhet,
had been overruled.

SUBJECT-MATTER—RELITIGATION OF THE
SAME DEMAND AND CAUSE OF ACTION.

The demand is the thing sued for or the relief sought.
The cause of action is the fact, or state of faets, upon
which the demand is based, considerced in conncetion
with the legal right to relief alleged to proceed from such
fact or facts. 6 Cyve., 705. The facts or occurrences are
not themselves the cause of action, although theyv are
sometimes so designated, nor 1s the abstract legal right,
considered apart from the facts upon which it rests in the
particular case. If I trespass on your property, the aet
ol trespass together with the right to damages 1s the
cause of action. Any special injury to the property with
the right to further damages therefor would be a different
cause of action, though a closcly related one. Also, a
sccond act of trespass and the right to further damages
therefor would constitute a different cause of - action
and support another demand.

What may here be called the sccond rule of subjcct-
matter 1s the following: After a final judgment upon the
merits In one case, the same cause of action ecan not he
relitigated. That the cause of action existed or did not
exist 1s settied by the first judgment, against all {further
controversy in other cascs. T'he demand of the first suit
1s put at rest and with 1t all other demands which amount
merely to different views of the same demand and are
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part of the same cause of action,  The losing party,
whether plaintitt or defendant, ean not thereafter advancee
anything, cither as ple ulmp, or c¢videnee, whether pre-
viously advanced or considered or not |m,vmu-~ly el

ance or considered, to obtain o different ruling upon
the same cause of .L(,llon. And a defendant must, ]ml
forth every delense which is available to him to defent
the demand of the plaintift, exceept a set-off or counter-
claim, and these are also res adjudicata if pleaded and
adjudicated. 28 Cye., 1195-12006.

The following cases are examples of the operation of
the doetrine of res adjudicata Lo prevent a deleated
parby [ron relitigating the same cause of action even
though new grounds of recovery or defense are offered
in the ::.(,con,d case.

In U. 8. es. Cal. & Ore. Land Co., 192 1. 8., 355, the
United States had sued for the recover y of some lands
which had been granted by patents. The ground of
recovery set up in the first suit was that the patents had
become forfeited. The judgment was for the defendant.
The United States brought another suit for the lands,
this time on the ground that these lands were excepted
from the original grant. "'he court held that both suits
were based upon the same cause of action and that the
United States was therefore bound to bring forward in
the first suit all the grounds that it had for avnuhng the
patents, and was bmlml by the deerce dismissing that

sutl. Justice Ilolmes, bpealungg for the majority of the
court, said:

. . . the whole tendency of our deeisions 1s to
require & plaintiff to try his whole cause of action
and his whole case at once time. Ile can not even
sphit up his elainy, . . . and a fortiort he can not
divide his grounds of rccovery.

In Werlein vs. New Orleans, 177 U. S., 390, some ciby
lands were sold by the United States marshal upon a
judgment against the eity in favor of one Klein. 'The
city brought suit before the sale was consummated to
prevent: the sule, alleging that Klein had assigned his
judgment, cte. The city lost. The sale was consummated
and the property tlt.uhlc,ucd to Werlein. The city sued
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Werlein to recover Che land, The now ground was set,
up that this land was exempt from attachment beeause
of its specinl publie character. "The Supreme Court held
that, this would have been ground Tor judgment for the
city in the prior suit, but that the eause of aelion
hoth suits was the same and that the second suit must
therefore he dismissed on the ground of res adjudicala.
Relerring to the first suit by the ety against Iclein, the

court said: |

The threatened sale might have been illegal
for & number of reasons, based upon widely
divergent faets, but whatever those reasons woere,
the fuets upon which they rested were open to
proof tm the chancery action, and if the eily de-
stred the henefit of them, they should have heen
alleged and proved. Tt would seem to he quile
clear that the plainiiff could not he permitted 1o
prove cach independent faet in a separate suit.,

[n Davis 2s. Brown, 94 U. 8., 423, the following clear
statement of this prineiple 1s found as a dietum:

So far as the demand involved 1n an action is
concerned, the judegment has closed all contro-
versy; its validity is no longer open to contradice-
tion, whatever may have been said at the trial for
or against it. The judgment, 1s not only conclu-
sive as to what was actually determined respeet-
ing such demand, but as to every matier which
might have been brought forward and determined
respecling it.

see also Dowell v, Applegate, 152 UL N, 327, also St
Louis #s. Wabash, 152 Fed,, 849 (C. C. A.), wheremn it
was held to be:

. . . the indubitable rule of law that in a second
suit, between the same partics or those m privity
with them upon the same claim or demand, a
judgment on the merits 18 concelusive, not only as
to every mattier offered, butb as to every admissible
matter which might have been offered to defeat.
the claim or demand.
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The important, pnluni ease of Bradley »s, Tagle, C . Dy,
ISO4, page 12 (CL G AL, s an v\nmplo of the rul(, 1)
operation agninst a lnsmg‘ defendant.  The court held
thit i new tlult*n-.t' of invalidity which could have been
offered in a prior suit between the same parties upon the
sune patent does not escape the rule of res adjudicala.
The second sutl was neeessary in order to reach parties
who were in privity with the defendant in the first sait
bhut were not named therein.

In the leading case of Cromwell vs. County of Nae, 94
1), NS, 351, thoe rulu in those cases where two suits are
hased upen the same eause of action is fully stated. Re-
ferring tosthe fivst judgment Justice Field said:

... Ltas a finality as to the elaim or demand in
controversy, concluding parties and those in
privity \\ltll them, not only as to every matter
which was offered and reccived to sustain on
defeat the elanm or demand, but as to any other
adnfissible matter which might have been offered
for that purpose. Thus, for example, a judgment
rendered upon a promissory note is conclusive as
to the validity of the instrument and the amount
due upon it, although it be subsequently alleged
that perfect defences actually existed, of which no
proof was offered, such as forgery, want of con-
sideration, or payment. If such defences were
not presented in the action, and established by
competent evidence, the subsequent allegation
of their existence 1s of no legal consequence. The
judgment 1s as conclusive, so far as future pro-
ceedings at law are concerned, as though the de-
fences never existed.  The language, therefore,
which 1s so often used, that a judgment cstops
not only as to every ground of recovery or defence
actually presented in the action, but also as to
every ground which might have been presented,
is strictly accurate, when applied to the (l(,mmnl
or elaim in controy ersy. Such demand or claim,
having passed into judgment; can not agnin he
brought into litigation between the parties in
proceedings nt Iaw upon any ground whatever.
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In the Tollowing suils where the controversy was
whether two cases presented the same or different eatses
of action, the causes of action were held to be Lthe swne,

Werlein rs. New Orleans, 177 U, S, 390: his is the
cnse alreandy mentioned where the eity sued one Klein to
prevent him from having some ety lands sold to satisfy
n judgment against the city. The city lost and the lands
were sold, “The city then brought suit against o purchaser
Lo recover them, The ground of the first sutt was Lhat
KKlein had assigned his interest in his judgment agninst
the eity, and in the second, that the lands were not
alienable for the city's debts, T'he Supreme Court, held
that the sole cause of action in the first suit was the
sttpposed illegality of the threatened sale and that the
sole cause of action in the scecond suit was the supposed
illegality of the consummated sale and that these were the
same thing in different forms, Justice Peckham said:

T'he demand in the Iater ease s simply altered
to conform to the fact that there had heen a sale
ol the property.

In Dowell rs. Applegate, 152 UL S, 327, asccond suit.
was brought Tor a portion of the land that was sought
in the first suit. The plammbiff having fatled in the first
suiit based the second suit on a title to the portion of the
land to which this suit related, which did not apply to
the entire Innd. It was held that the cause of action in
the two proceedings was the same.

Also U. 8. rs. Cal. & Oregon Land Co., 192 U. K., 355.
and Stockton rs. FFord, 18 1ow.,, 418.

In the [ollowing sults causes of action were held to be
different:

Nesbit rs. Riverside, 144 U, S., 610. The holder of
five bonds issued at one time as part of a series, first
sued on the coupons of two of the bonds and won. e
then sued upon all of the bonds. Justice Brown said:

Icach coupon 1s a separate promise and gives
rise to o different cause of action. It may he
detached from the bond and sold by itself. In-
deed the title to several matured coupons may he
in as many ditfferent. persons, and upon cach a
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distinet and separate action may be maintained.

Though the promises are upon the same paper
they are as distinet as il in different instraments.

In Cromwell v, County of Sae, supra, suits upon
different. coupons ol the same bonds were held to be
based upon different. eauses of action,

In Davis es. Brown, 94 U. N, 423, suceessive suits
upon different notes of the same series and all subject
Lo the same agreement were held to be based on dif-
forent. causes of aetion,

[n Washington ws. Sickles, 24 Howard, 333, suits for
different installments ol royalty lor the use of an in-
vention were held to present different causes of action.

The interesting question ai this point is: What is the
cause of action in a contested case in the Patent Oflice?
In-a patent interference the eause of action of any party
is believed*to. consist of all his inventive acls (so far as
relevant to a deetsion upon the issue) which led to his
production of the speeific thing upon which the issuc
rests in his applieation, taken in conncction with his
right Lo an award of priority if his opponent was not
prior to him in the invention of the subject-matter of
the issue. The filing of his application, where offered as
a constructive reduction to practice, 1s included as one
of his inventive acts. And an applicant’s right to have
n patent granted to him for.the invention in issue, in
the event that he is the prior inventor thereof, is prob-
ably a part of his cause of action along with his right to
an award of priority under such eircumstances. It is
believed, therefore, that cach party to a patent inter-
ferenee has a cause of action which is substantially
independent from that of his opponent. The patent
interference in this respeet is unlike the ordinary action
or suit in the courts, but as has already been stated,
resembles a suit in which a defendant asserts a counter-
claim, or in which a cross-bill has been filed demanding
aflirmative action for the defendant. Upon the issue of
originality, in those cases where the mvention has only
heen made once and the question 1s which party 1s the
inventor, the causes of action ol both parties are founded
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in the same oceurrences; but cach party’s alleged right
to an award of priority, taken in conneetion with the
faets as he alleges them, probably constitules his eause
of action, In trade-mark interferences and in opposi-
tions the eause of action is likewise double; consisting
of cach party’s claimed right to an award, or o registris
tion, as founded on the facts whiceh he alleges in snppnrt,
thereof.  In interferences in which a patent or registra
tion 18 involved, and in applications for cancellation ul
2 registration, the patentee or registrant is believed (o
have sub.si'mtially the same cause of action against his
opponent as he would il he were an applicant.  The
statute gives him a right to an adjudieation in his favor
if he is the first inventor or real owner, and this right
coupled with the facts upon which he rests this right,
would seem to constitute a cause of action separate from
that of his opponent.

An example in the Patent Oflice of constderation
barred beeause the same matter could have been offered
in o prior proceeding upon the same cause of action,
would be presented if o losing party should seck o second
interference on the same issue, in order to prevail by
proofs regarding a prior machine which he did not

attempt to prove i the former proceeding; also, if he

should scek a sccond interference in order to take testi-
mony for the purpose of showing for the first time con-
cealment of his opponent’s mmvention after reduction
to practice. The seecond contest in such eases would so
clearly be barred by the law of res adjudicala that it is
not: oiten pressed, and I know of no published decisions
where such simple eases were presented.

A situation has arisen, however, where the gquestion
of a second mterfercnce i1s believed to be solved by the
rule against successive litigation of the same demand
and cause of action. The assignee of two independent:
inventors, after losing an interference with another
party upon the application of one of his assignors,
sometimes secks another interference with the same
opponent upon the same invention in order to present
the case of his other assignor. The assignee secks to
present in the sccond interlerence, as the basis of his
demand of a patent, a set of inventive acts entirely
Independent of those which he presented in the first
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interference. e is setting up the elaimed patent right
of another persons and, therefore, o different elaimed
patend vight, It seems to me that he is asserting o dif-
ferent eause of action and that, regarding him merely
as the plamtidf in both interferences, the rule of res ad-
Judicala would not apply, although Dowell vs. Apple-
pate, supra, may indieate that it would., But regardless
of this authority, the second interference in such cases
18 believed to be elearly barred by the fact that the
sceond interference would relitigate the same cause of
action of the opponent of the assignce of two inven-
tors that, was Iitigated m the first contest,  As the rule
ol res adjucdicala 1s enforeed primarily to prevent a party
who presents his ease and wins, from being drawn through
another contest and deprived of his vielory, by an
aopponent who flailed to present his whole case, 16 would
scem that the right of the assignee of two inventors {o
present his different cause of action in a second case,
would have to give way to the right of his opponent "
regard his bm;,lt, cause of action, and the single demand
which he rests thercon, as finally settled l)y the first,
Jjudgment. In short, the position of the assignee of two
mventors as a delendant in the first interference made
1t -his duty to oppose every defense at his command to
the demand of his plaintiff opponent, and it scems to
do greater violence to the reasons for the rule of res
adjudicata to disregard this duty of his as a defendant,
than to disregard i possible right as a plaintiff to pre-
sent his different eauses of action in two suceessive in-
terferences.  The following decisions holding that two
inlerferences can not be had under these circumstances
are believed to be justified upon these considerations:
La parte Temple & Goodrum, 76 O. G., 5206; I'rickey vs.
Ogden, 199 O. G., 307.

I'he question of identity of cause of action came up
in the trade-mark opposition of (“.,u ter Co. ps. Barcelay,
162 0. G., 785, 36 App. D. C., 123. T'he Carter Co.,
opposed the appheation for IC{:,lbLl atum of Barelay on the
eground that the opposer was the owner, by prior adop-
tion, of an cquivalent mark. A general judgment was
rendered against the opposer as o result of 1ts failure
to print its record. Barclay’s application was then re-
jected on the ground that the mark was non-technieal,
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whereupon Barelay filed an alfidavit 1o the sole use for
ten years  which justifies registration of non-technical
marks. ‘T'he Carter Co. brought another opposition
which the Office held to be barred by the rule of res ad-
Judicata. The Court of Appeals held, however, that the
cause of action in the second case was different, as u
result of the applicant’s action after the first judgment,
setbing up the ten yvears of sole use, and that the second
contest was not barred. ‘T'he court evidently considered
the applicant to be in the position of a plaintiff who
first. demanded a technical registration and then de-
manded a ten year registration, and taking this view
and regarding these as distinet demands, was bound
Lo find that the opposer’s defence on the ground that
the applicant was not the fivst to adopt and use did not.
preclude the opposer from later delending on the ground
that the applicant did not have the necessary ten years
of sole use.

SUBJECT-MATTER—THE SPLITTING OF UNITARY
DEMANDS AND CAUSES OF ACTION.

A plaintiff may not divide a unitary demand or cause
of action into parts and sue successively upon the dif--
ferent parts, even when he is succeessful in the first suit.
This may be ealled the third rule of subject-matter.
The law upon this subject is concisely indieated in the
following extracts from the Cyclopedin of Law and
Procedure, Vol, 23, pages 1174, 1178, and 1180:

Where o demand or right of action is in its
nature entire and indivisible, it can not he split
up into several causes of action and sued picce-
meal, or made the basis of as many separate suits;
but a recovery for one part will bar a subsequent
action for the whole, the residue, or another part.
A particular application of this rule is that a
party who has an enttre elaim whieh exceeds in
amount the jurisdiction of a justice of the peace,
and who, to bring his action within such jurisdic-
tion, divides it into sceveral portions, is barred
by his first recovery and can not afterward sue for
the remaining portions. Neither can a party, by
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assigning a part of his claim to another, divide
an entire cause ol action so ax to sustain more
than one suil upon it.

* L L L L L

An entire cluim arising from o single tort ean
ot he divided and made the subjeet of severil
st o judgment upon the nwnh in respect o
any part will be available as a bar in other . aclions
arising from the same cause, the rule being that
|)llml.lll must include n the one action all the
arious ilems or elements of his damage, and re-
caver all the compensation he is entitled to for

weh and all of sueh items, including prospective
damages in cases where the injury was single,
complete, and not repented.

The tule prohibiting o multiplicity of suils
has no reference to a ease where the party has no
knasvledge of his means of redress; and a former re-
covery docs not bar elaims of which plaintifl wa
ienorant, although they existed at the time : Lml
might have been. joined.  And some of the deei-
stons extend this exceeption to (Lums or ems
omitted by plaintiff, not through ignorance of
llwm but by mere mistake. But the general rule
is that o party who madvertently, or hy his own
negligence or mistake, and without fault or fraud
ol the adverse party, takes judgment for a sum less
than his actual claim, is estopped to bring a sceond
action for the residue.  And the same result fol-
fows where claims or items were omilted In
conscquence of the mistake or erroncous decision
ol the court or a referee.

A party is not ordinarily prohibited from pressing dis-
tinet, matters in suceessive proceedinegs.  Scee Blaek’s
“Judgments,” Vol. 1L, sce. 732, and the eases cited in
Note 333, The author quotes from Eastman es. Porter,
[4 Wis., 37, which states, referring to the rule of res
adjudicala, that i— .

.. 18 lmited 1nits application to those mat-
ters which the nartics, ‘under their pleadings

l".l'. Il-"l -
;":‘_n'?:l' i o T
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and the issue joined in the former action, might
legitimately have controverted and lhl\ ¢ had
decided by the verdiet and  judgment, and
has never been so extended as to compel one
party, having sever 1! different. eauses of action
against. another, to join them in one action boe-
cause they were of such a character that the law
wottld permit their union,

The rule against the splitting of a unitary demand or
ause of action best, cxplnins the practice ol Black{ord rs,
Wilder, 127 O. G, 1255, 28 App. D. C,, 535; Wende ns,
Horine, 129 O. G., 2838, 29 App. D. C,, 415 and I re
Mareoni, 179 0. G., 577, 38 App. D. C., 286, These
decisions deny the lncsmg., party to an interference the
right to advancee, after the interference, a clann whiceh
will dominate the issuce of the interference. Priority upon
the narrower claim does not show priority upon the
broader claim as a matter of fact, because the broader
cliim may be proved by ecarlier inventive acts which
were not relevant to the narrower claim. 1t follows
that n sccond interference upon a broader clam would
not be a relitigation of the same wdentieal demand.  But,
dominating and dominated claims, reading as they do
upon the same specific construction in cither party’s
application, and both controlling the manulacture, sale,
and use of the same specifie construction, may well be
constdered as the parts of a unitary subject-matter of
litigation; and the demand for both sets of clamms, as o
unitary demand.  As one part of this subject-matter has
passed nto the possession of the succeessful party to the
interference by virtue of the judgment in his favor, the
rule against the suceessive presentation of different.
parts of a unitary demand applies to estop the losing
party from therealter advancing the other part.

I'he same or equivalent reasoning supports the practice
of Carroll »s. Hallwood, 135 O. G., 8§96, 31 App. D. C.,
165, by whiceh the losing party is estopped from advancing
any claim which is dominated by the issue if 1t reads upon
the disclosure of the successiul party.

The general rule against the sphiting ol demands ap-
plies to suecessful parties as well as to those who are de-
feated. A plaintiff though he have a good case may not
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unncceessarily harass his opponent by presenting piccee-
menl demands, as is pointed out in the above quotations
from the Cyclopedin of Law and Procedure.  Tlow
then do we explain our practice ol allowing the succeess-
ful party to an interference to advance claims after the
interference which dominate the issue or are dominated
thereby?  In the ordinary ense in court, the defendant is
i possesston, "The suecessful plainGitl gets what he asks
for in the first suit. It is impossible to give him any-
Lhing clse which he may later demand, without taking
the same out of the possession of the defendant and this
is what 'the courts are unwilling to do.  In the ordinary
ase in the Patent Office, a claim advanced by one party
after the interference has not. been made by the other
party. It 1s something which has not been in the pos-
sesston of cither party. In awarding to the successful
party in such cases the newly advanced c¢laim which
dominates or is dominated by the issue, nothing is taken
from thesosing party which has been in his possession.
There is good reason why the losing party ean not have
such claims, as we have scen.  DBut there appears to be no
rcason why the winning party should not have themn
under the circumstances stated. |

It would seem, however, where the losing party had ad-
vanced the dominating or dominated claims before the
termination of the interference, and particularly where
they had been granted to hin tn a patent, that the situa-
tion is entirely analogous to the ordinary case in court
where a winning plaintiff is cstopped from disturbing
the losing party in the possession of anything which is so
closely associated with what was asked for in the first
suit as to form therewith the subjecct-matter of a unitary
demand. It has been held, however, in the case of Cross
»s. Rusby, 204 O. G., 321, 42 App. D. C,, 341, that the
winning party could take the broad claims of his oppo-
nent which were not placed 1n issue, even though his
opponent had these claims in a patent at the time of the
judgment in the first interference. The law of unitary
demand was not discussed in this decision. The faet
that in Cross vs. Rusby the patent of the losing party
was not in the interference, and possibly not known to
the winning party before the judgment in the interfer-
ence, leaves it an open question whether a winning party
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may assert after the interference claims dominating the
issie, or dominated thereby, which were standing in the
losing pardy’s applieation or patent in interference during
the mterference.

New elaims advanced after the award of priovity has
beeome final which do not dominate the issue and are
not. dominated thereby may be directed entirely Lo a
part of the structure or process disclosed by hoth parties
which is different from that to which the issue was di-
rected; or they may be elatms which are broader than
the issue in some respeets and narrower i others. In
cither event, it would seem that they would be governed
by the same t'nnsnlm"mtnms above set [orth fm' claims
which dominate the issue and are dominated thereby,
i the subject-maller thereof 18 essential to the [ull enjoyment
of the inrenlion 1 1s8uc.

[n other words, all matter common to both parties’
inventions which is essential to the full practieal enjoy-
ment of the matter 1in 1ssue naturally forms with the
matter in issue a unitary subjeet of hitigation. Al pos-
sible elaims to suceh matter form with the elaims in issuc
a unitary subjeet of demand. ISach party to the inter-
ference stands as a plaintiff demanding the claims in
Issue. A judgment for one party upon the issue puts
the subjcet-matter of the issue into his possession, and
the other party stands as a losing plaintiff who is barred
from interfering with the full enjoyment of the subjeet-
matter i issuc by the suceessful party by therecalter
advancing any other portion of the same unitary demand.
The suceessful party may advance such claims, however,
il these claims were not obtained or fulvanccd by thc
losing party before the judgment i the interlerence,
and possibly even then, as appears from Cross #s. Rusby,
suPrd.

Claims which do not interfere with the full practical
enjoyment by the winning party of the specific structure
or process upon which the issue rests in his application
may be advanced by the losing party as well as by the
auwe%iul party, so far as any prineiple of res ady ud?r..am
15 concerned, of which I am aware. It secems impossible
to regard the subject-matter ol sueh claims and the sub-
Ject-matter of the issue as the parts of any unitary whole.
The only reason for preventing a second interference in
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such cases that would not cqually apply to bar any
second litigation m court of matter which was available
for litigation al the time of a first suit or action between
two parties, must be found in the fact that the Patent
Office ean not assess costs, and in the fact that the
second interference may vesult in delay in the issue of a
patent upon the subjeet-matier of the first interference:
though it could hardly mnecessitale any delay in such
ases. 16 has been suggested that the losing parly to
the first interference may be regarded as estopped in
these eases by the general doctrine of estoppel in pais
bheeause of the injury to his opponent in the facts jusi
noted. Imjury to another arising from the failure of a
party to speak when he should speak ordinarvily estops
such party from speaking later. T'his suggestion earries
conviction in those eases where the unsuceessful party
advances, after the interference, claiins which were in
his oppanent’s application during the interference. But
it is not clear, when neither party had the new claims
during the interference, and such claims do not interfere
with the full enjoyment of the subjecet-matter in issue in
the first interference, that the hardship upon the sue-
cessful-party incident to a sceond interference would be
due any more to his opponent’sinaction than to his own.
[Te had the same opportunity to advance claims to the
different subject-matter during the prior contest that
his opponent had, and apparently the same duty to do
so then if cver, if there 15 any such duty under such
circumstances.

The case of New Departure Co. vs. Robinson, 188
0. Gi., 1055, 39 App. D. C., 504, appears, from the elaims
quoted in the deeision, to be a case m which the elaims
in the two interferences overlapped so that neither set
of claims dominated the other. 1 have not attempted
to determine whether the structure which supported
the claims of the second interference, tn the application
of the successful party to the first interference, was
cssential to the full practieal utilization of the structure
which supported the claims of the first interference in
his application. This poimnt was not discussed 1 the
decision, but the subjecet-matter of the two sets of elaims
was so closely interrelated that this may well have been
assumed to be the case. The losing party to the first

TR
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interference was held to be estopped from presenting
the new elatns.

THE EFFECT OF A DIFFERENCE OF FORUM -- OR
OI' A DIFFERENCE IN THE CHARACTER OF
THE TWO PROCEEDINGS.

Whether judgments of the courts of foreigh countries
har litigation of the same matter in this country appoars
o be somewhat unsettled. They are sometimes aceepted
as final determinations and sometimes not; in some
cases Lhey are given prima facie effeet, and in SOME CUSCS
Lhey are taken as persuasive. In lll]lun ns. Gruyat, 159
U. N, 113, it was held that the judgment, abroad should
be aceeplted as conclusive on the merits Illll(‘hh SO
speeial ground is found for impeaching it. See 28 Cye,,
1602-1611.

A finol judgment on the merits by a competent court,
in one state 13 conclusive on the merits in the courts of
every other state between the same parties. This is
required by the “Full Faith and Credit” celause of the
FFederal constitution (Const, U, 8., At 1V, Par. 1; see
also Rev. Stat., See. 903, 7 and 1s enforeea by the Supreme
Court of the United States. Harding os. Harding, 198
U. 8., 317; Carpenter vs. Strange, 141 U. S, 57,2.‘ ‘1yc.,

1540 (b), 1551 (11), and 1553 (]_J).

The same rule applies between che courts of the dif-

forent Irederad cireuits.  In Rubber o, ee. Milwaukee,
1At Fed., 35S, it was said by the viretil court of .L]‘)DC':,LIH
of the sev utth circuit, referring to o suit in the sixth
circuit, on a patent to Grant:

. . . The defendant in that particular suit has
a decerce on which, i he were again sued on the
Grant patent, he eould base a plea of res adjudi-
cale. That plea would be as good i other cir-
cuits as 1 the sixth.

In Kessler vs. Eldred, 206 U. S., 285, Kessler had pre-
valled in a prior suit bumghb by Ildred for the mfringe-
-ment of a patent.  Mr. Justice Moody, delivering the
opinion of the court, said of the prior judgment:

This judgment, whether it proceeds upon good
reasons or upon bad reasons, whether 16 was right
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or wrong, scttled finally and everywhere and so
far as Kldred, by virtue of his ownership of the
Chambers patent, was concerned, that INessler
had the rvight to manufacture, use and scll the
cleetrie cigar lighter belore the court. The court
having before it the respective rights and duties
on the matter in question of the parties to the
litigation, conclusively decerced the rights of
INessler to manulacture and sell his manuafactires
roe from all interference from ldred by virtue
ol the Chambers patent, and the corresponding
tduty of Ildred to sccognize and yield to that
right everywhere and always.
r

The judgments of the Federal courts are binding
between the mtmt, partics in the State courts. Dowell
vs. Applegate, 152 U. S., 327. And the judgments of the
Stale courds are binding l)“twvun the same parties in
the Federal courts. Stout vs. Lye, 103 U. S., 60; DBruar
rs. Campbell, 177 U. S., 649; Fayerweather es. Riteh,
105 U. 8., 277. These rules also are enforced by the
Supreme Court of the United States.

Judgments at law are conclusive in equity procecedings
between the parties, and deerces in cquity are hinding
in proecedings at law between them. Hopkins us Lce,
6 Wheat, 109: Werlein vs. New Orleans, 177 U. 8., 390;
23 Cye., 1221 (3).

And, in general, it is immaterial, as between different,
civil proceedings, that the character of the two procced-
ings is different. Black’s “Judgments,” Chapter 18,
part 3.

""he operation of the doctrine of res adjudicata between
civil cases and eriminal cases is conelsely set forth 1n the
Cyvelopedia of Law and Procedure, Vol. 23, page 1348,
as follows:

A Judgment or scutence i a criminal prosecu-
tion is not admissible in evidence n a subscquent
civil suit, although the facts in controversy may
he the same, or although the rights of the parties
may depend upon the same circumstances, ex-
cept where the mere fict of conviction or ae-
quittal becomes a relevant circuins tmlce in the
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civil suit, and with the furthber exception that o
critninal sentence or aequittal will be admissible
in evidence in a subsequent suit, ¢ivil in form bhut
penal i character, to enforee o penalty or for-
feiture of property against the same defendant,
on the same state of faets; and the judagment i
the eriminal procecdings may be admissible as
aospectes of admission, particularly when entered
on a plea of “guilty.” Conversely a judgment in
aocivil action is not ordinarily admissible as cvi-
dence in o subsequent eriminal proseeution.

Applying these principles to contested cases in the
Patent Office, 1t secems clear that the Commissioner is
hound by a decision between the same parties in any
State or Federal court. Bul following the rule which is
applied in the State courts, the sceond proeceding must,
be instituted and the judgment relied upon must be
properly proved in that proeceding. 23 Cye., 1556 (3).
And it would seem that the Commissioner would not,
be bound where the prior ruling was made in o proceed-
ing in which proof less in character or quantity was re-
quired than is required in the proceeding in the Patent
Oflice.

The decision upon priority in an interference will not.
bar a sult under Scetion 4915 R. S, to compel the Conm-
missioner to issue a patent to the losing party. And it
would appear that nothine determined in the imterfer-
cniee would be res adjudicate in such a suit. Tn the de-
cision of the Supreme Court in Morgan sy, Daniels, C. D,
ISO4, page 28, referring to a suit under Seetion 4915
R. 8., the Court said:

It 1s a controversy bhetween two individuals
aver a question of fact which has once been seftled
hy a special tribunal (the Patent Office), intrusted
with full powers in the premises. As such it might
be argued, were it not Tor the terms of the statute,
that the deetsion of the Patent Office was a finality
upon cvery matier of fact.

And 1t was held that the decision in the original in-
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terference proceeding, though entitled to very great
weight, was not abs=olutely hinding,

The same doetrine seems Lo have been extended to ordi-
nary =2uitls for infringement under Seetion 1920 11, S, When
the losing party to an interference 1s sued by the sue-
cessiul party for infringement, the decisions indicate that,
the defendant is not precluded from raising the same
question of priority that was litigated in the irlerference.
Computing Seale Co, ey, Standard Seale Co., 195 Fed.,
508 (¢ C. AL 6)s Hillard es. Remington, 186 FFed., 334
(CLCLoAL 2) s Novelty os, Brookfield, 170 Fed., 946 (C. C,
ALY roth ese Hanris, 168 Fed., 279 (C, Co AL 2). These
decisions are not satisfactory upon this point. The eon-
clusion is reached without discussion, apparently upon
the authority of Morgan vs. Daniels, supra. But Morgan
rs. Duniels was pased upon the facet that the proceeding
under Seetion 4915 is particularly authorized by statute
for the pyrpose of reconsidering the stme maticer between
the stme parties and is believed to have no application
to the suit under Seetion 4920, Section 4920 R. S deals
with the rights of defendants generally. 16 does not pur-
port. to accord to parties who have lailed in an mter-
ference any right of relitigation in contravention of thoe
rule of res adjudicala, as does Scction 4915, In Davis
et al. vs. National Co., 164 Fed., 191 (C. C. A.), 1t was
held that the doctrine of res adjudicatla did not apply 1.
these cases beeause of the interest of the publie, but 1t
would scem that the public would be fully taken care ol
by the right of any other member thercol than the de-
feated interferant, when sued, to make any proper
defense,

In National Co. vs. Wheeler, 79 O. G., 1863 (C. C. A.,
2), it was suggested that the doctrine of res adjudicala
might apply in these cases, and this seems to me to be the
correct conelusion. Liven if it be held that the suit
for infringement and the interierence proceeding present

‘different demands and different causes of action, any
specific matter offered for determination in the mter-
ference and actually determined thercin, as a basis for
the deetsion upon priority, would seem elearly to be con-
clusively and finally determined, by the operation of the
cencral  principles of the doctrine of res adjudicala
heriabove discussed.
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The authorities cited hold, and without (question
rightly hold, that the losing pm*(\ Lo the interference is
not mdlmmlv barred, when sued by the successful party
for mfnnf.,mnem, fwm setting up non-lnfrmgmnmnt,
anllcllmhon by the prior art, other than his own alleged
prior invention, or want of invention.

COLLATERAL ATTACKS UPON JUDGMENTS.

The general rule is that a judgment must be attacked
(lnc('tlv in the same pmc-ocdmg, in which it, was rendered
or in some other special procceding which is reeognized
as a proper proeceding for that purpose.

The judgment is not open to contradiction or
impeachment, in respeet to its v alidity, verity, or
binding cffeet, by parties or privies, in my col-
lateral action or proceeding. 23 Cye., 1005

Iixceptions are made, however, where the prior judg-
ment was rendered by a court w hich did not have ¢ juris-
diction of the subject-matier (23 Cye., 1070, et seq.),
or ‘'of a party thereto. And exceptions are sometimes
made where there was fraud in the very aet of obtaining
the judgment. But a party can not show in a second
interference that a concession upon which the judgment

against him in the first interference was based, was ob-
Lined by duress. Nelson vs. Ielsing, 142 0. G., 289,
32 App. D. C., 420, |

SUMMARY.

A brief review will serve as a conclusion.  To render
legal proceedings effective and to prevent them from
heecoming unduly burdensome, the right to further llh
aate after a first determination has been restricted i
mapy ways. Certain of the most important rules 01‘
prineiples whieh are direeted to this end constitute whut
15 known as the doetrine of res ¢djudicata.

‘The distinetive characteristics of this doetrine are that
il applies only after a Judgment which must have been
(1) final; (2) on the merits, actually or eonstructively,
and (3) ina proceeding between the same parties.

The operation of this doctrine is to bar further litiga-
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tlon (1) of any matter specifically deeided by the judg:
ment or as a basis therefor; (2) of the same demand or
ause of action, and (3) of any part of the same unitary
subjecet of demand of which the prior demand is also o
part,

Collateral characteristices of the doetrine are (1) that it
applies between I)IOCOL(IIH[._,b in different States, in differ-
ent Federal circuits, and between State m(l Federal
courts, and (2) that it applics in general between difier-
ent proceedings regardless of a diversity in the character
t,hel'c()f- '

An exception to the doetrine is made, and a judgment
is open to attack in an independent proceeding, n
cases where the judgment i1s absolutely void because
the court did not have jurisdiction of the subject-matter
or of a party, and sometimes where there was fraud in
the very act of procuring the judgment.

April 22, 19135,
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.

A trade-mark may be generally defined as a convenient
way of disclosing the commercial source or ongin of
goods which are sold in trade. ‘T’he means commonly em-
ployed for this purpose is etther a word or symbol, or a
combination thereof. There 1x a popular impression
that a trade-mark is a rather recent deviee for indicating
the origin of goods.  While 1t is true that during the last
thirty vears there has been a very great ierease in the
use of trade-marks in this and foreign countries that have
extensive commeree, it 1s not true that such use is m anvy
way novel to these countries.

Iixeavations establish that the Egvptiang, Phoenieians,
Romans, and Greeks all used marks to identify their prod-
uets sold 1in trade. As we know, the Romans were
ereat traders and their marks are found on many of their
products, such, for instance, as lamps, food delicacie,
and eve salves. Sometimes these marks were the names
of the slaves who made the articles, but the representa-
tions of animals and other objeets were also used. From
excavations in Pompel, small jars containing fish sauces
and charred loaves of bread have been found bearing the
marks of the manufacturer.

During the middle ages marks were commonly used by
the <killed artisans of the guilds, and particularly by the
pitblishers of books.

Coming down to modern time, we find that in this
country the extensive use of trade-marks 1s substantially
coincident with the present era of commerecial expansion.
This period is fairlv well identified by the commence-
ment of extensive hitigation in conneetion with the use of
these marks.  The books show this to be late in the

elghties, or about thirty vears ago. 14 was not until 1845
1—-3821
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that any State of the United States possessed any laws
relating to the improper use of trade-marks.  ‘The first
federal luw providing for registration was that of the act
of 1870, which was held to be invalid,  The present law of
1905 aupcrsmlml the et of 1881, which in many respects
il resembles.

The first recorded trade-mark case is said to have
oceurred about the time of Queen Elizabeth, The first
recorded Ameriean trade-mark ease proper was decided
in the year 1837, and sinee that date up to and including
the yeard 870, hut sixty-two cases were recorded. (“Good
Will, Trade-Marks, and Unfair Urading,” page 49, by
Fdward 8. Rogers.) Since 1890, however, there has been
an ‘enormons increase in the number of recorded cases
and it is still inereasing.

The definition of a trade-mark previously given, was
not. intended as a technical one. Many attempts
to aflirmatively define a trade-mark have been made.
Some of these are given by the United States Supreme
Court in the cases of McLean »s. Fleming, 13 O. G., 913,
06 U. S., 215; Columbia Mill Co. vs. Alcorn et al., 65
0. G., 1916, 150 U. 5., 460; and the other cases cited
therein., Nevertheless, cach writer seems to find it nec-
essary to make a new definition, and in deference to this
custom the following onc 1s given: A trade-mark is a
means capable of exclusive use by a trader and affixed
to the goods sold for the purpose of enabling the pur-
chasing public to identify these goods. The necessity for
identification i1s obvious where the goods are made by
more than one person. Where the goods are all made by
one person, as, for instance, the paper used by this Gov-
erniment for mal\mg:, its money, there is no necessity or
function for a trade-mark. It 1s equally obvious that
there would be no incentive to make a good article unless
the buyer could definitely ascertain its source. The con-
verse is equally true, that no one who makes gn nferior
article and sclls 1t desires to identify 1t as his product.
The buyer who is satisfied with the product and the way
in which the business is conducted by the trader, be-
comes 4 regular customer. 1t is this iriendliness of the
buyer that is the basis of all good will in trade. In fact,
rood will in trade may be defined as the collective fr iend-
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liness of all the buyers of an article,  From the stand-
point of the teader, the ereation and preservation of this
good will may be said to be his ultimate objeet in adopt-
ing the murk., Under modern conditions of production
and distribution, the market is often an exceedingly
extensive one.  This good will may hecome, therelore,
property right of great value, sometimes exceeding all the
other assets of the business. Tt is only as a trade-murk
15 representative of this good will that it has any value.
This varies from time to time dircetly as the amount
ol this good will, Inercase this good will and the value
of the mark inereases accordingly. Destroy it, and the
alue of the mark is completely destroyed.

Thus, “IVORY” for soap, “ROYAL” for baking
powder, “UNELEDA” for soda erackers, and “KODAK”
for cameras, are all well known trade-marks of great
alue. Pobably the value of cach of then: is in excess of
51,000,000 lor cach letter in the word. 'T'his valuc
does not depend in any way upon the nature of the words
chosen, because there are thousands of names which could
cqually well have been sclected instead of the ones ae-.
tually chosen, without in any way affecting the identifi-
atlon of the goods. The value of each of these marks
depends solely on the good will which each, when used in
connection with the respective products, symbolizes to
the regular buyers of these products. It is a very truc
measure ot their apnreciation of the product.

TRANSFER OF THE TRADE-MARK RIGHT.

It has been previously pointed out that a trade-mark
rght is property.  As such, it has certain inalienable at-
tributes.  One of these is the right of the owner to
transfer 1t.  The [ailure to keep clearly in mind . the
real nature of this trade-mark right frequently results in
erroncous notions as to what is transferred, with conse-
quent loss to the transferce. It has been previously
pointed out herein that this property is nonc other than
the good will or reputation associated with the business
and the abstract mark is the means for symbolizing this
zood will. T'he subject-matter to be transferred is there-
fore no abstract right in the symbol but the good will indi-

2—d8:21



cated by the symbol.  This good will is necessarvily
inseparable from the business, and, therefore, it is com-
monly said that a trade-mark may be transferred only
with the business in which it is used. Notwithstanding
that this principle is well established by many decisions
of the courts it is quite common for persons to treat
trade-marks as tney do land and chattels. Such attempts
are not only absolutely void for the reason just stated,
but also on the further ground that they are against pub-
lic policy in that they obviously tend to promote decep-
tion on the publie [,_,(}nel‘lll\,’

What has been. stated in conneetion with the transfer
of o trade-mark right is also traue with vegard to IIL(‘IIH(‘H
or abttempts to “farm out” a trade-mark, and for sub-
stantially the same reasons,  The sale of & man’s business
and good will ‘earries with it the 1lﬂ'hl to use the trade-
marks associated therewith, unless the mark is one peeu-
harly ande<essentially per sonal to the or iginal proprictor.
In considering the validity ot a transfer, a court looks
to the substance and not to the form of the transaction,
It 1s suflicient if it appear that the business and good will
assoctated therewith are transferred.

REGISTRATION.

It hax been previously explained that a trade-mark
right 1s created by prior adoption and use in trade and
thatb this right 1s a common law one.  This common law
right. must exist hefore any one has the right {o file an
applicotion {or registration of a trade-mark. It is there-
lore clear that registration can create no right in a trade-
mark. (Sarrvazin es. W, R. Irby Cigar & Tobaceo Co.
1.4d., 8§ O. GG, 387; Einstein es. Sawhill, C. D., 1893, 77 ; .
Sleepy Eye Milling Co. vs. C. 1. Blanke Tea & Coffee
Co., 85 O. G, 1905.) A\ certificate of registration
eranted by this Office is prima facie evidenee that the
registrant 1s the owner of the trade-mark right existing
before the filing of the application which matured
into the registration. (Sce. 16 of the Trade-Mark Act of
Feb. 20, 1905.) That is to say, registration undeaer
the Federal statute creates’ pwsmn])lmn “that the title
to the trade-mark is in the regisfrant. This presumplion
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1%, however, not conclusive since the Office may grant
al any time to another, a registration for the same trade-
mark right if the latter establishes adoption and co-
Linuous use i trade as of a date prior to that established
by the registrant.  Moreover, the registration may be
cinceled by this Office upon o proper showing,  Both of
these oceurrences are commnion,

There is o great deal of misunderstanding and confu-
sion in the mind of the public generally regarding the
nature of o trade-mark registration. It 15 commonly
assutaed that a trade-mark registration is like a patent in
that it is in the nature of a grant of a monopoly to use the
mark on the goods deseribed.  This supposed analogy is
[alse, as just (3..\[)L1,mc(l. Nevertheless, this idea is deep-
seated, and it probably results in the filing In this Gffice
ol large numbers of applications for registration that
would not be filed if the applicants understood that the
analogy 1s a false one. 1t scems to the wrier that if «
briel statement were inserted in the Rules Relating
to the Registration of Trade-Marks it would help a gre: 1t
deal in removing this miseoneeption ol the general publie.

Registrations arc of several Kinds; namely, I‘ederal,

'Qmio and Foreign. Federal registration is llmlt(‘{l

, those trade- marks used in commerce with foreign
mimns, among the several States, or-with the Indian
tribes. It 1s generally considered plefcmblc to registra-
tion by the State, beeause of the difference in  territorial
extent.  Most of the States of the United States have
statutes relating to the registration of trade-marks
which are 1ssued “under tk ¢ seal of the Sceretary of State.
As a rule no anticipatory search 1s made. It has one ad-

vantage over the Federal registration in that it enables

the owner of a mark to avail himsel( of the eriminal statute
which [requently is the only effective means for handling
infringement by a person financially nrresponsible, in-
cluding as it does the imprisonment oif the miringer as a
part. of the penalty. The effeetiveness ol the eriminal
statute to discourage infringement has long heen recog-
nized in China, where, 1t 1s said, the penalty 1s decapita-
Liom.,

Foreign registration is, of course, governed by the laws
of each country in which registration is obt: ained. The
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laws of the seversd countries vary considerably [rom
viech other and differ fundamentally from our own inone
important respeet, namely, that the foreign registration
partakes of the nature of a grant. In some foreign
countries no right fo a mark whatever exists prior to regis-
tration.  The person first to register, rather than the
person first {o adopl and use in {rade, is the owner of the
mark. In this country the trade-mark right must exist
hefore the filing of the application that matured into
registration,  One of the practical consequences to c¢itl-
zens of the Unifed States is that (oreign registrants may
bar them from using such marks in those countries.
Rogistrations of marks that are well known in this coun-
try are frequently obtained in foreign countries with no
other abjeet - than that of extorting money from the
owner of themark in this country.

The right to obtain the registration in any country by
a foreigner 'is dependent primarily upon international
agreenment of the nations interested. Representatives of
the latter meet from time to time in convention to
formulate uniform rules for all the countries repre-
sented. The aects of these representatives are usually
ratified by the nations. In this country such acts arc
not self-exceuting. 'That is to say, unless ratified by Con-
aress, they are inoperative. (Rousseau vs. Brown, 104
O. G., 1120.) An instance of the fallure of this country
to ratify the act of its representatives is the provision
relative to registering collective marks. A collective
mark differs from an ordinary trade-mark in that the
right to use it 1s not confined to any single trader and is,
therefore, not capable of ownership by the latter. It is
cencrally originated by a community or collection
of individuals and its use 1s restricted to persons for a
product which measures up to a predetermined standard
of quality. In Denmark and Ireland such marks are in
use for buiter and lace, respectively. These marks
arce not registrable in this country but arc registrable in
some foreign countries, which have adopted the plan of
the international convention. The laws of each country
usually provide that in order that a foreigner may secure
registration, the country to which an applicant belongs
must gramt reciprocal privileges to eitizens of the country
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in which registration is cought.  The comparatively
recent abrogation of the treaty with Russia has heen held
to preclude citizens of that country and residing thoerein
(rom obtaining registration in this country.,

I'he process of obtaining a registreation under the Ped-
eral statules 1s in many cases very simple. ‘Phe appliea-
tion when filed in the Office is scarched For registrations
that may anticipate i, 1If none are found, and the
mark as used 1s capable of exelusive appropriation, the
application is then published for thirty daysin the Ofheinl
Giazette under the provisions of scetion G, Any one
who believes himself {o be damaged by the issuance
of said registration may file a notice ol opposition or, it
such person claims ownership to the mark m question,
he may file an application for registration and request an
interference with theotherapphication, or hemay do both.
If no interference is deelared or no notice ot opposition
filed, the registration is 1ssucd in due course, If the
scarch discloses a registration whieh shows a mark
which, in the opmion of the Oflice, so  resembles
the mark sought to be registered that concurrent use in
trade would be likely to cause confusion and mistake in
the mind of the public or deceive purchasers, then .
registration is refused. When the difficulty of satis-
fﬂthl‘llV determining what this likelthood 1s 1 kept in
mind, it 15 casy to understand why the issue hetween
the Office and the applicant often resolves itself into a
nice little academie dispute, wherein one side emphasizes
the relative prominence of the differences and the other
the similarity of the features common to the two eases.
[f the Office adheres to its refusal to.register, the appli-
cant may still continue it by an appeal to the Court of
Appeals of the Distriet of Columbia.  IFrom the record
before it, neither side can demonstrate that the conelu-
sion of the other is erroneous.  1n inter partes proceed-
ings, both in the Office and outside of 1t, the possibility
of producing proof of actual coniusion in trade by the
concurrent use of the marks offers an opportunity to re-
duce the question to one entirely of fact.  Iixperience
shows, however, that the oppm(uml\ 15 not as often
made use of, as one would expeet 1t would he.

Still another perlexing question is that. which relates to
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a likelihood of deception due not to the nature of the
mark or the goods upon which it is used but to the matter
associated with the mark and found on the label, Courts
of cquity have long applied the principle that if decep-
tion is perpetrated and the perpetrator seeks relief fron
infringement no relief will be granted, T is immaterial
whether the deception vesults from the nature of the
nurk or the matter assoetated with i, The Office also
refuses registration in those cases where the matier asso-
ciated with the mark is msleading or deceptive in char-
aceter, (Levy & Co,es, Urt, 135 0. G, 136035 The Schustore
Co. s Muller, 126 O. G., 21020 'This commonly s
known as Smishranding” and occurs most. frequently
where the statement is made in conneetion with 4 mark
used on goods intended for human consumption, such as
foods and medicines, It has been held in Barelay &
Barelay, 135 O, G., 217, that the Oflice, although not
charged - specifieally with the enforcement of the IMood
and Drugs Act should, in a spirit of comity, render such
assistance to the Department of Agriculture as will tend
Lo promote rather than place an obstacle i the way of it
enforcement. "Fhis obstacle may and does arise by rea-
son of the contentions which are made by defendants 1n
sults by the United States for violations of the Food
and Drugs’ Act. Such defendants, if they have obtained
registration for the mark, contend that the allegations
on the label were not objeeted to by the Patent Office and
this failure to objecet led them to believe that they were
proper. It i1s for the purpose of obtaining evidence of
misbranding if it exists that the Office requiires one speci-
men for ecach of the goods for such produets as foods and
medicines.  (Iox parte Sher, 197 O. G., 239.) Where
the label contains statements relative to the goods and
their properties which are deceptive m character, regis-
tration Is refused on this ground. The most common
cases relate to misbranding of medicines. Some of these
are twenty-four hour cure-alls of even the most serious
organic troubles, as, for instance, eancer. One instance
the Examine  reealls was that of a label which contained
the allegation that by applying a plaster to a cancer for
not. more than twenty-four hours, the eancer, upon the
removal of the plaster, would drop out and fall upon the
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foor. The applicant obtained and fited the aflidavits of
three persons who elaimed that the allegation was trae.
Notwithstanding this, the application has not been is-
sued,  ‘The impression obtained from reading the state-
ments upon some labels is that it is folly o grow old
and a mistake ever to die. Tt is a significant faet that
for over three yvears not a single applicant appealed
[rom the refusal of the Bxaminer based on the question of
misbranding and many applications have been refused on
this ground.

The registrations granted under the act of 1881 may be
renewed under the provision of seetion 12 of the 'Prade-
Mark Act of February 20, 1905, as they are due to
expire.  The practice followed is that hased upon an
interpretation of seetion 12 found in the ease of wing,
Commissioner of Patents rs, Standard Oil Company of
New York, 203 O. G., 1556, May 22, 1911, deeided
by the Court of Appeals of the Distriet, of Columbia.
I'his practice consists in merely f{iling a petition by the
owner of the registration sought to be renewed, the
original certificate of registration and a fee of 310, No
drawing is pecessary and no examination ts made to ascer-
{ain whether the mark would be registrable on a new ap-
plication. The renewal is endorsed on the original certi-
ficate which is then returned to the petitioner., If {he
original certificate is lost, a certified copy of the original
made by this Office may be used instead of the original.

Although, as hereinbefore stated, registration does not
create any trade-mark rights, 1t may be said to create
corfain rights of procedure which may or may not bhe
valuable, depending upon the nature of the business and
the eireumstances of the trader. I the business of the
trader extends, or s likely to extend, to foreign countries,
it hecomes o practical necessity for him to first obtamn
registration in such foreign countries. It s a prerequisite
to such foreign registration, under the statutes of almost
all foreign countries, that the applicant shall first obtamn
i registration in his own country.  In such cases federal
registration, therelore, becomes vitally important, 11 1t
<0 happens that the nature of the mark i1s such that
registration is prohibited by any of the provisions of see-
tion 5 of the Trade-Mark Act of February 20, 1905, the
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applicant for registration generally seeks to huve the pro-
visions ol this seetion strefehed and distorted out of all
recognitton, Fhe Oflice has, however, held o efteet, in at
least one instance, that the necessity ol the applicant is
no sood and saflicient reason tor judicial legislation by
the Offiee, (Iix pamrte Bultalo Pitts Company, 8O O, (i,
2064),)

One of the most valuable rights conferred by the Fed-
eral statute s that specified by seetion 27, T'he sub-
stance of this =ecetion s that a trader may deposit o copy
ol the eortificate of registration with the "reasury
Department, for the purpose of preventing the importa-
Liom of all goods into this country bearing a simtlar mark.
In practice, it is found exeeedingly effeetive. “There are
also other minor advantages aceruing from registration,
one of which s the vight to the registrant to bring suit
in the Federal courts by conferring jurmsdietion on such
courts i certain cases.  Another advantage i1s the
piblic notice given to others of his claiim to ownership.
L= to be greatly regretied that in this country there is no
cortain and posttive way that a person wishing to obtain a
trade-mark can be certain that comeone else has not o
prior elaim therelo. This is beeause no one is compelled
to register his mark. It is a fact that many valuable
mearks are not registered in the Patent Office. 1t is
also a lact, however, that the first place that a search
1= usually made for @ mark 1= the files of this Oflice,
where, perhaps, 1s gathered together the largest number
of marks in use. Few persons outside the Trade-Mark
Division realize how much these files are used for the
purpo=e of enabling those who wish to adopt a mark to
axeertain the prior elaims of others.

The recent decision of the Supreme Court of the tnmted
~tales in the ease of Thaddeus Davids Co, s, Davids &
Davids, 202 O. (5., 952, 233 UL S, 461, indieates that it s
advantageous to obtain registration for a certain class of
marks.  These are the so-called noun-teehnieal marks,
[n a =t for infringement they usually require clear proof
that they do in faet wdentify the goods as originating
with the plaintifi. They are registruable only under the
ten vear proviso of seetion 5. 1t would seem to follow
from this deecision that the certificate ol registration 1s
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as muceh evidence of the ownership of a non-technical as o
technteal mark. 1f so, then in such eases the burden of
introducing evidenee is shifted from the plintiff to the
defendant, whenever registration is relied upon by the
plaintiff.  The importance of this can be readily per-
ceived when the diflieulty of introducing good and
sufficient. evidence to clearly establish that a mark
of this kind does in faet indicate origin,  In passing, it
miay be noted that this deeision should settle to the
satisfaction of most persons that the act of February 20,
1005, 1s constitutional, since it passes favorably upon the
validity of what has been generally considered to be the
most. doubtful clause of the entire trade-mark statute.

April 29, 1915.
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The Registration of Prints and Labels

By

(. . GARRETE,
Assistant Examiner of Trade-Marks and Designs,
U. N, Patent Ofhee.

The registration of a print or a label s the registra-
fion of a elaim of copyright. (Section 10 of the Copyright
Act.) The provisions of the general copyright act, in so
far as they are applicable, must be complicd with before o
valid registration can be obtained. The Copyright et
of June 18, 1874, provides inler alia that the copyrights of
prints and labels shall be registered by the onnnis-
stoner of Patents., Seetion 3 of this act reads:

“I'hat 1n the construction of this aet the words
‘engraving, cut, and print’ shall be applied only to
pictorial illustrations or works conpeeted with the
fine arts, and no prints or labels des.gned to be
used for any other articles of manufacture shall be
entered under the copyright law, but may be
registered in the Patent Office. And the Com-
missioner of Patents is hereby charged with the
supervision and control of the entry or registry of
such prints or labels, in conformity with the
regulations provided by law as to copyright
of prints, exeept that there shall be paid for re-
cording the title of any print or label, not a trade-
mark, six dollars, which shall cover the expense of
furnishing a copy of the record, under the scal
of the Commissioner of Patents, to the party
entering the same.”

The act of March 4, 1909, i1s silent upon the subjeet of
prints and labels. Therefore, after July 1, 1909, the date
on which this act went into effeet, applications for the
registration of prints and labels were refused by the

1—3820
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Patent Olhc(, on the ground thal the aet of 1870 had been
repealed by the latter aet. On Decemboer 22, 1904, the
Attorney-General of the United States deeided that the
act of 1909 had not repealed the former aet, in so far as it
related to prints and labels, and that it was still the duty
of the Commissioner of Patents to register copyrights
of prints and labels. This l'nlmg, was affirmed by the
Attorney-General on May 16, 1914.

A print or a label may be registered either by the
author or proprictor who is a citizen of the United
States, gr by his exceutors, administrators, or assigns; or
by an alien author or proprictor, or his exceutors or
NSSIENS, who shall be domiciled within the United States
at the time of the first publication of the work. l{vg_,lstl -
tion will be granted to an alien author or proprictor
when the State or nation ol whiech he is a eitizen or sub-
jcet grants, cither by treaty, convention, agreement or
law, to.areitizen of the United States the benefit of copy-
right on substantially the same basis as to its own eiti-
zens,  (Seetion § of the Copyright Act.) 1t 1s there-
fore required that the citizenship of the author be stated
when application 1s made by a proprictor (Rule 18).

The statutory requirements which eause the most diffi-
culty and which are least understood are

1. Publication.

2. Notice of Copyright.
3. Descriptiveness.

4. Artistic Merit.

These subjects will be discussed in the order men-
tioned.

PUBLICATION.

Prior to the gomng into effect of the aet of 1909, ap-
pheation for registration had to be made before publica-
{1on, and a prior publication was held to be such a dona-
tion to the public as to bar copyright protection. (Marsh
ct al. vs. Warren et al.,, 13 0. G.. 7, 14 O. (., 678.) Scc-
tion 9 of the act of 1909, however, provides in part:

“That any person entitled thereto by this act
may seeure copyright for his work by publication
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thorcol \\ith the notice of copyright required by
bthis act; and such notice shall be aflixed {o each
Copy thereol published or offered Tor sale in the
United States by authority of the copyright
proprictor,’”’

I'his seetion reverses the former practice and requires
publication with notice of copyright before the filing of an
wpp]wulmn for registration,

The common misapprehension is that it is unlawful
Lo place a copyright notice on a work before an applica-
tion has been filed and registration secured.

T'he rules require that the date of publication with
notice of copyright be stated in the apphieation, and it is
{the practice to require that the day, month, and year be
stated.  The reason for this requirement is that the
period of twenty-cight years protection begins to run
from the date so set up and not from the date of regis-
tration. The question as to how long an applicant may
delay after publication with notice of copyright before
filing an application has not been judicially determined.
The Register of Copyrights, however, has held that
sixty daysis the limit of time after publieation in which to
make application. -

Any work which was in the public domain prior to
July 1, 1909, may not now be protected by copyright.
(See seetion 7 of the Copyright Act.) Many applica-
tions are refused registration on account of this provi-
sion, it being a common occurrence for proprictors of
])lllllH or labels to use them for several years before
attempting to proteet them by copyright.

A publication without notice of copyright, unless by
accident or mistake, was a bar to copyright protection
under the act of 1874. It would thercfore appear
that the publication of a label for any considerable time
before placing a notice of copyright thercon would pre-
vent the sceuring of a valid registration unless it could be
shown that the onission was due to aceident or mistake.
(Pieree & Bushuell Co. »s. Werkmelster ot al., 72 F. R.,
54: and American Press Association ps. Daily Story
Publishing Co., 120 I'. R., 7GG.)
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NOTICE OF COPYRIGHT.

The form of copyright, notice used must conform
exactly to the provisions of section 18 of the act, and it is
obvious [rom the language of this section tlmt, C ONEIEss
intended that only the forms so provided are to bhe
considered valid,  The eourts have held that a notice
which s Lu-laing, in any essential s no notice.  (Hoertel »s.
Raphael Tuck Co., 4 19 R., 844, )

It is the practice of the Patent Ollice to aceept any one
of the farms of notice provided by this section, pmbal)ls
for the reason that it has never been deter mined in which
of Ahe clasges enumer ated in seetion 5, prints and labels
belong,

There are {wo improper forms of copyright notice
which are flL(]ll(,nih uscd.  The first and most common
s “RING. U S PAFOFEY This 1s the form of notice
of tradesmark registration, authorized by the Trade-
Mark et of 1905, The other form is “LABEL REGIS-
TIERED.” Both of these forms are obic(,tcd to as not.
complying with the statute, and their use 1s deemed sufhi-
cient ground for velusing registration. 1t appears that
the publication of any copies without a notice of copy-
right is a donation to the publie. Scetion 19 requires that.
the notice of copyright appear on efloh copy published.

DESCRIPTIVENESS.

Rule 30 of the Rules for the Registration of Prints and
Labels, which is based on seetion 3 of the act, prohibits
the registration of a label which 1s not descrlptwe of the
article on which it is used. * Its deseriptiveness, however,
may be either by words or by pictorial illustration. The
word “REGINA” was held not to render a label deserip-
tive of music boxes (Fx parle Regina Music Box Co.,
100 O. G., 1112) while the representation of a keg
such as is commonly used for beer was held %umclelltly
deseriptive of malt liquors. (Ifx parte Ruppert, 121
O. G., 2327.) In a recent case the words “TRISH
EMBROIDERED STYLE” were held to be sufficiently
deseriptive of sheets, pillow eases, ete.  The name of the
proprictor of a label was held not to render the label
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sufliciently deseriptive. (e parte "The Ameriean Wire
Weavers' Protective Association, 94 O, (i., H8G,)

The term “‘article of manulacture” as used in the
statute has been very hroadly construed, and labels Tor
spring water, poultry, cggs, and fruit i s natural
state have heen registered,  In a recent ease, however,
the Commmissioner ruled that a highway was not an ar-
ticle of manulacture. It would secem that the statute has
been mterpreted to mean articles of merehandise rather
than strietly manufactured articles.

ARTISTIC MERIT.

Rules 29 and 30 define prints and Inbels as “artistic and
intelleetual productions.””  This  question ol artistice
merit has been the eause of many appeals to the Coms
missioner of Patents, and in one instanee was passed
upon by the United StatessSupreme Court, T this
latter case (Higgins et al. vs. IKcufel et al,, 55 O, Gi., 1139)
the court held that a phrase deseriptive of the nnmls (the
words used were “WATERPROOI DRAWING IN )
printed in ordimary type, did not constitute a label which
could be protected under the copyright act. The use
of a peraph under some of the words, or of printers’
ornamentation, has been held not to lcmlel a label
registrable. (Fx parte The Samuel Winslow Skate Mie.
Co,, 131 O. Gi., 692, and Kr parle J. W. Howe & Son, 123
O. G., 1283.) The standard of artistic merit required is,
however, very low, and any pictorial illustration or cm-
bellishment has been considered sufficient to warrant
registration. In a reecent case a label comprising printed
matter and two circles, in cach of which appeared the
letter “G," was held to be registrable.

LABELS NOT REGISTRABLE.

The act incorporating the American National Red
Cross makes it a misdemeanor for any unauthorized
person or corporation to use the nsignia of this society.
Any labels, therefore, which contain such insignia arce
refused registration.

Prints or labels which bear portraits or names of living
individuals are refused registration, unless the consent of
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such person is shown. (e parfe John Dewar & Sons,
Lid, 98 0. G, 1037.)  The reason for this practice is that
it is against public poliey for the Government to grant
protection for the use of an individual’s name or portrait
without his consent.

TITLE.

The title of the print or label must appear upon the
copies filed and must be stated in the nm)llmtlon. (Rules
IS ande 19, and ex parte Ruppert, 121 Q. G., 2327.) An
applicant, however, is not limited in his seleetion of a title
and may use any word or phrase which appears on the
speeimeny filed,  In one ease at least, applicant was
allowed to write the title on the back of the copies. (o
parte Pingree T'raung Co,, 197 O. ., 997.)

Appeal to the Commissioner of Patents from the action
of the Examiner of Trade-Marks and Designs, refusing to
register a print or label, may be taken without an addi-
tional fee.  (Rule 31) and his deeision refusing registra-
tion appears to be final, (U. S, ex rel. E. 1.. Moodie »s.
Butierworth, 30 O. G., 97; Allen »s. U, S, ex rel. The Re-
osingd Musie Box Co., 105 O. G., 747 and United States,
e rel. Tancoln Highway Association »s. Ilowing, 213 O G.,

7-19).

April 209, 1915.
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W hat is Patentable as a Design?

BBy
IT. 1. HOUNTON,

[Fiest Assistant xaminer of Trade- Marks and Desigus,
U. s, Patent Oflice.

The purpose of this paper s to point out the prineipal
cilde-posts  which bound and define the field within
which the applicant may, under the law, seek and secure
the grant of a design patent.  In so far a8 s practicable,
the disceussion will be limited to those phases of the ques-
tion wherein the controlling principles difer materially
from those relating to mechameal patents,

Briefly dcwnbetl, a design consists of the visual ¢har-
acteristies displayed by an objeet.  Designs may be
divided 1mto two genceral types; one existent m the
contour or outlines of an article, the other 1 a decora-
tion applied to the surface thereof.  "rhe first type is
Hlustrated 1o the shape of a teacup, the second in the
pattern on a picee of wall paper as defined by the con-
trasting colors. A single objeet may embody one or hoth
forms of design, and if both, they may be aggregated or
coinbined.

The elemental factors by which the patentability or
nonpatentability of a design 1s determined are  dis-
closed 1n section 4929 of the Revised Statutex, whieh
reads as follows:

“NSec. 4929, Any person who has mvented any
new, original, and ornamental design for an
article of manufacture, not known or used by
others in this country before his mnvention thereot,
and not patented 8r deseribed in any printed pub-
lication in this or any foreign country belore his
invention thereof, or more than two yeuars prior
to his application, and not in public use or on sale
in this country for more than two vears prior to
his application, unless the same 15 proved to have
heen abandoned, may, upon payment of the fees

13819
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recquired by law and other due proeeedings had,
the same as in cases of inventbion or discoveries
covercd by scction forty-cight hundred and
cighty-six, obtain n patent therefor.””

Upon & comparison of the provisions of this scetion of
the statute with those of secetion 4886, which specifies the
principal prerequisites {o the grant of a mechanical
patent, perhaps the most striking difference to be noted
i% thatoof the subject-matter to which the invention may
relate.” Designs for articles of manufacture alone are
entitled to protection. A design for a machine is there-
fore not proper subject-matter under the statute for the
grant of a patent. ([ ;:m{c, Adams, 1848 C. D., 115;
I parte Steck, 1902 C. D, 9.)

Patents are not o1 anted lm designs lhc abstract,
beeause of the Iimitation of the statute to designs lm
articles of manufacture. (Fe parlie Gerard, 1888 (%, D.,
375 lox parle Adams, 1898 C. D ., 109.) \[mem cr, & deﬁ-
nite article must be sclected and illustrated by the ap-
plicant. {(Ex parte Whyte, 1871 C. D., 304.)

By the recent decision of v parte Fulda (194 O. G,
H4¢ )) this praetice has been hl)lll(,th’[ modified in the
case of surface ornamentation, it being considered sufli-
cicnt compliance with the statute to require the applicant.
to specify that the design is for an article of manu-
facture, without d(mlg:,n..llmg O) 1llu-~t1'11mg a particalar
article.

It is the scttled practice of the Office at the present
time to require the applicant to confine hix diselosure to
o single form of the design, and not to permit the ilustrn-
tion or description of any modification or variation, if
being left to the courts to determine the essentianl features
or gist of the invention,  (le parte I & Renner, 18SOS
(. D)., 398, und cases referred to therein.)

The complete artiele embaodyving the design must he
iHustrated even though the novel feature or features
iy not emoriaee the whole article,  (F parle Pavker,
PRO7 O, 1), 73 A exeeption is nuule in certain o o= of
surfinee ornumentation fling within the valing of o
parte Fuldn (iupra).

The ot signifieant word Tognd o the stotates pofad -
ing to designe i the word “ormomentnl,” 1t defines
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an attribute which must be existent in every design which
is {0 suceesslfully weather the storims of the Patent Office
ol of the courts.  Besides, it ix the chief guide-post
separating the field of the design patent from that of the
mechanieal.

When used in relation to designs, the term “ornamen-
tal’" designates that which finds favor in the eye of the
obscrver by its appeal to the esthetiec emotions,  An
article may be “ornamental” beeause of beauty in
outline or i surface ornamentation, or beeause of the
proper balaneing or harmonious arrangement of its parts.
Objecets which are ludierous, grotesque, or fantastie, if
they embody artistic merit, fall within the term “orna-
mental” as here used.

The fact that an artiele s not erude or unsightly 1s not
suflicient i itsell to render it “ornamental’” within the
meaning of the statute. Neither does it present proper
subjeet-matter for the grant of o design patent merely
heeause there is something new about its shape wherehy
it can be distinguished from other articles,  (Wright s,
Lorenz, 1902 C. D., 370.) It should positively appear
that the objeet possesses certain characteristics which
render 1t distinetly attractive to the eve of the observer.
[nh some cases the presence of such ornamental features ix
best. determined by the effeet produced.

In the ease of certain classes of articles, such as cut
olaxe, jewlery, vases, and silverware, where the primary
objeet sought is the produetion of an article which shall
present a pleasing appearance, but httle trouble 1s ex-
perienced, U\ different situation, however, is presented
by those objecets which i thewr appearance are pre-
cminently suggestive ol mechanteal utthity,

[n the Intter ease it would seem to be asalutary preciu-
Lion Lo serttinize the design elosely and to eonsider it the
stthject of o vahid patent only when found to possess
leature or Teatures distieetively ornamental, s sug-
roeslive of el practice, attention s direeted Lo the ense
ol e peet- Bottendorf b7 ¢ D, 79) wherein the Com-
tdsstoner pelused foogeant nopatent for the side feae of o
v braek, quoting witly approval the following Tnngange
(oo the deeision of the Boaed of fosaminers-in.Clief;

We g ai opimion that e ptbretiveness o
~ued ien hes whollyv e the pppeehietsson ol ite
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utility, in its superior adaptation of its shapes to
utilitarion ends.  They see that the design is com-
pact lengthwise by reason of the loeation of the
journal-boxes against the end of the trame. They
see that it is lowered by making the inverted-
areh tires {arther down [rom the bearings than the
upper tires are distant from those bearings. So
made the side bar is not only lower but is stronger,
They see that a minimum of weight is attained by
-skeletonizing the side bar by two openings near its
cnds and they see that in doing that the old upper
truss and lower truss and the old guides are made
with edge flanges which, as 1s well known, add
strength to them. They also see here and there
cross-webs, which, they well know, also add to the
strength of the parts on which they are made and
- with which their ends are connecected. All this
makes the design attractive to them as practical
men in the art.
“But we are of opinion that this utilitarian at-
tractivencss is far from ornamentation. We find
nothing heautiful or esthetie in the structure.”

To the same ciffecet are the rulings in the cases of ex
narle Nickel and Crane (1904 C. D., 135); and ex parte
Harthshorn (1903 C. D., 170). -

A failurce on the part of the Patent Office to follow the
practice indicated 1s apt to lead to the grant of patents of
the eharacter considered in the case of Rose Mfg. Co. vs.
1. . Whitchouse Mig. Co. (201 . R., 926). The patents
in controversy related to vehiele number plate supports,
and in holding them invalid the court said in part:

“T'he designs of the design patents in suit
are for the most part alike. No. 41,389 differs,
however, from No, 41,388 i having braces which
unguestionubly strengthen the arm, to which the
ninnher plate is attached, s not only apparent,
that this s their funetion, but it s nlko established
(o be such by the evidenee.  Indeed, every
lenture of these patents i mechanien] and fune-
tlonnd, nod not ornpmental,  ven ordinary rivet
hoewds e mnde to appenr ar beautiful  eireles
in this sehome of ormgmendantion, M, mareaver,



the braces or supports of patent No. 41,380 were
intended forornamentation, they apparently failed
in their mission, but, if otherwise, then every picee
of mechanism ean, with the aid ol photography
and the machinery of the Patent Office, be readily
rystallized into o design patent,”’

Beceause of the diverse character ol the subject-matter
involved, but little information would be gained by an
cnumeration of tlw various articles whiceh have been held
Lo lack artistic merit suflicient Lo render them ornamental
within the meaning of the statute.  There ix a elass of
ases, however, to which reference should bhe made.
They relate to articles which are often referred to as in-
tended l'm' obscure use.  In the case of Rowe rs. Blodgett.
(112 I8, R., 61), wherecin a design patent for a horse-
shoe ¢ I]L Wik held invalid heeause not ornament: al, tho
courtl said:

“Design patents refer to appearance, not utility.
T'heir objeet is to encourage works of art and dee-
oration which appeal to the eye, and the esthetie
cinotions, and the beautiful. A horseshoe ealk 1= 0
mere bit of 1mwron or steel, not infended for dis-
play, but for an obscure use.”

Other articles which have been held not ornamental
bheeause mtended for obscure use are, a washer {or thill
couplings (Bradiey »s. Tuecles, 126 1. R., 945) ;5 a ribbon
spool Tor use v typewriters (Wagner Typewriter Co.
ot al. 28, 19,8, Webster Co., 144 LR 405) ;) an insulating
plug for cleetrie line supports (Wllh s s, Syracuse &
S, R, Co,, 161 19, R, BT,

In order fo sustain a patent grant, it is not suflicient.
that. the design be ormamental. s ereation  must
result. from the exereise of the inventive faculty.,  Not
only 1s this neeesswey fo bring it within the provisions
of section 4929 of the Roevised Statutes, but also to hring
it within the constitutional provision wherehy Congross
may Inwfully geant a linsited monopoly to its ereator as an
imventor, In e parte Kuothe (3008 D, 42y, the
Comnmssioner ki

N new osd ornnmeptnd desiee will be Found in
an wrticle of nmnafaetyre when there enn he



6 "

found in such article a new appearance erentedd by
inventive proeess and serving the purpose of
cibellishment,  Such new appearance may be
superficiadly applied or it may rest more or less
deeply in the stracture of the parts, but it must. be
acreation ol inventive genius, accomplishing the
purpose of ornament. and not used for its fune-
tional value, Tt will be found, weighed and
valued by the test of ornament.,”
I

[h come of the deeisions, statements are found to the
cffect that a lower order or degree of invention may sup-
port a design than is neeessary in case ol a mechanieal
patent. Tamunable to find o sound basis for this aEsunp -
tion.  An exereise of the ereative imagination is just as
essential to invention in the field of art as in the field of
mechanies, and if this mental ingredient be not present
in the resultant, product no protection,-under the statufe,
is necorded to its ercator.  There 1x apparently no war-
ant for assuming that those engaged in the produetion
of beautiful and artistic effeets are less gifted in mental
acumen than those interested i the field of mechanies.

Considerable difficulty i1s often experienced in deter-
mining the presence or absence of invention in a mechani-
cal deviee. T'o a greater extent 1s this true in the case of
designs beeause of the character of the subjeet-matter
nnnlwd, and also beeause but few prineiples have been
worked out to atd n its determination.

A design made up ol well-known ornamental features
does not involve mvention unle s aey combine to pro-
duce a new and distinet ornamental effect.  Otherwise
it 18 o mere aggregation and lmp.lt(m[:ll)lo as  such.
( Northrup rs. Adams, 1877 O, 1., 322,

The chotce of a particular mlm' or colors or the sub-
stitution of one color for another contributes in no way
(o the patentability of a design. (Fae parte Weinberg,
ST CL DL, 2440 o parte Treaitel, 1883 €L 1), 92.)

As to size and material, the Court of Appeals of the
Distriet of Columbin in the case of Pyler rs, Bt Amand
(1901 . 1., 301) quoted with approval from the doeei-
ston of the Acting Connms<ioner of Patents e part the
following:

Uhe materind of whieh the artiele 13 made and
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its size are immaterial in design cases, sinee de-
signs relate merely to form or appearance.’

It has repeatedly beea held that the adaptation to an
article, of adesign, old in another and even non-analogous
art, does not lm'nlvt,mwnllml. ( I8 parle Xnothe, supra;
Unmnwwr ps, Ireund, 1893 C. D, (;(H )

Morcover, the idean of forming or decorating an article
(o represent or simulate a well-known objeet 1s not con-
sidered as proper food for the nourishment of inventive
aenits and a suflicient basis Tor the grant of monopolies,
lm(. 15 reserved among the rights and privileges ¢ommon
to all artists and artisans,  (Bennage ese Phillippi, 1876
C. D, 1355 TPoster es. Crossin et al., 1891 €L D., 304.)

Novelty is essentinl to render a design patentable,
Absolute identity ol appearance, however, 1s not re-
quired to negative novelty. 1t will be sufficient i the
anticipating tlehlgn present o aul)hhmlinl simtlarity to
the one in controversy. (Gorham Mg, Co. vs. White, 14
Wallace, H11: /v re Freeman, 1904 ( D., G195 in re
Schraubstadter, 1906 C. D., 541.) Morcover, this
similarity 1n appearance s to be determined with refer-
cnee to its effect on the eve of the ordinary observer and
not on that of an expert.  (Macheth-lovans Glass Co. rs,
Rosenbaum Co., 199 I¢, R., 154-164; Gorham Mfg. Clo.
re. White, supra.)

The last essential requisite to patentability i designs,
to which T shall make reference, 12 that of originahity,
This may be disposed of by the statement that the word
“original” as used inosection 4929 of the Revised Statutes
has the =ame meaning and elfeet ax when used in connec-
tion with mechanical inventions,

[n concluding this paper, 1 desire to emphasize the
importance of the word “ornamental’” as used in the de-
sign statutes,  16is the one characteristic by which the
field of the destgn patent s definitely distinguished rom
that of ofher patents. Morcover, a design which does not
involve ornamental subject-matter of a substantial and
merttorious character 1= not entitled to favorable con-
stderation i this Olhice or in the courts.

April 29, 1915,
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Special Cases Atrising in Interference
Proceedings

By

HIENRY L. STAUFFER,
Examiner of Interferences,
U. 8. Patent Oflice.

The general practice in interference cases, as the same
arisc in the Patent Office, 1s now fairly
Introduction. well established, and may be understood
from the Rules of Practice and from the
published decisions and text-books. But special cases
and unusual questions frequently arise, and the deci-
sions upon these, though not always reported, never-
theless form precedents for subsequent eases involving
similar questions. A few of such special cascs have
been selected for discussion in this paper.
The principal examiner in preparing the notices for
interferences is required to arrange the appli-
Order of cations in the inverse chronological order of
Parties. the filing of the particular applications in-
volved (Rule 97; and Raulet and Nicholson us.
Adams, 114 O. G., 1827; 1905 C. D., 55). However, if
any application 1s clearly a division or continuation of
some earlier application he 1s required to so state in the
~ notice to the Examiner of Interferences, in order that the
latter may take cognizance thereof and fix the burden
of proof with that fact in mind. But if the principal
examiner is in doubt whether a particular application
1s in fact a division or continuation of another, he
makes no mention of such earlier case, leaving the
point to be raised by formal motion to shift the burden
. of proof on behalf of the party seeking advantage of
3042—1
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such applieation (Jackson vs. Patten, 150 O. G., 205;
1910 C. D., 2).
It sometimes happens, however, that two applications
claiming the same patentable invention
Cases Filed on are filed on the same day. While these
Same Day. cases are not numerous, several ine
stances have occurred in the last few
years, 'The fact that once application bears a higher
serial number than another filed on the same day indi-
cates nothing, for the numbering of applications filed in
the Office on any given date is largely a matter of
chance. Morcover, fractions of a day are not recog-
nized by the Patent Office in the filing of papers. The .
numbers of such applications are therefore not a guide
in fixing the burden of proof, sinece they constitute
no proper reason for regarding cither party as senior
with respeet to the other. The applications are in
fact regarded as having been filed simultancously. In
order that the burden of proof may be based upon
some act of the parties themselves, 1t is the practice to
place the burden upon him who last executed his ap-
plication, and such applications are therefore arranged
in the inverse chronological order of the dates upon
“which the same were executed.
A case such as the above may present a novel situation
when the same comes on for deter-
Pricrity Awarded to mination upon proofs. The gen-
First to Conceive eral rule is that priority is awarded
Where Reduction to to the party who first completes
Practice is Simul- and demonstrates the practica-
taneous. bility of his invention, or who
first constructively reduces to prac-
tice by filing an application; except where another, who
was the first to conceive was exercising diligence in per-
fecting his invention at the time his rival entercd the
field, and continued diligent until his own reduction
to practice, either actual or constructive. But where
no actual reduction to practice i1s proved by cither
party, and ecach 1s restricted for this act to his filing
date, the reductions to practice, while constructive,
are simultancous, and it is necessary to determine
by other means which of the two parties is entitled to the
award of priority.



3

Only one instanee in which this question has been
sertously - presented  has bheen  discovered., In that
case, while both parties took testimony, neither aetually
reduced to praetice, and the evidenee was held to show
prior conception by the senior party. 1t could not he
aid that he was the st to conecive and the first-1o re-
duce Lo practice, beceause {the reduetions to practice
woere simultancous. 1t was held, however, that priority
hould be amwarded to the party who proved an earlier
conception.  While in that ease the judgment was in
favor of the senior party, the theory upon whiceh the
judement was rendered would appear Lo apply to cither
party, and if the junior party had proved the carhier
conception, the judgment would probably have been
in the latter’s favor.  In other words, 1t s the sense
of that decision thatl, as between two parties standing
on an cqual basis ax to their reduction to practice, the
award should be in favor of him who first coneeived the
invention.,  No question of diligence seems 1o have heen
presented o that ease, but it is believed that the same
conclusion would have bheen reached irrespective of any
aquestion of diligenee which might have been presented.
In arriving at their deciston the IExaminer of Inter-
ferences and  the examiners-in-chief appear to have
been guided, 1o some extent at least, by the deeision
in the case of Smith s, Foley s, Anderson »2s. Smith
(136 0. G., 847; 1908 C. D., 210). In that case the
applieations of Toley and Anderson were filed on the
same  day.  As belween  these parties  there  scems
to have been no serious contest; but the decision of
the Commissioner contains the statement that sinee
neither had proved actual reduction to practice, Foley
was entitled to prevail,  'T'his prior decision in the
case of Smith es. Toley vs. Anderson vs. Smith, supra,
was not referred to by the Commussioner in his deci-
ston in the above mentioned case which has more re-
cently been before the Office for determimation, but
he affirmed the decision of the Examiners-in-Chief as
fo all pointsx. An appeal has been taken to the Court
of Appeals of the Distriet of Columbia, and the hold-
ing of the Conunissioner upon this point has been urged
as one of the grounds of appeal.

5 HE i
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Tn the case last referred to the parties were claiming
| the saume record date For construetive reduae-
Identical tion to practice.  Another interesting  ease
Dates. involving o similay situation arose o fow
yoeirs ago with respecet to reeord evidenee,

Seetion dSS7 of the Revised Statutes pavtieularly pro-
vides that an applieation for patent filed in this coun-
try by a person who has regulavly filed an applieation for
the same invention in a foreign country (iF an adherent o
the International Convention) shall have the same foree
and effeet as the applieation would have had it had heon
liled 1n this country on the date it was {iled in the for-
cign country, provided the application was lled i
the United States within twelve months from the earlies
foreign filing date. In the case referred to the ap-
plications in the United States were filed on o differ-
ent dates, but cach party had filed an applieation
it Germany for the same invention ax that embodied
in his United States application, and it so happened
that these applications were filed on the same date,
Sincee the benefit aceruing under the statute = hased
solely upon the filing of the applieation, no evidence
of any carlier act by cither party, such as conception
or actual reduction to practice, could he aceepted.
No evidencee was introduced as to any acts of invention
in - this country, and the ease had to be decided on
the rights of the parties as established by thenr foreien
applications.  Here then the parties not only were
entitled to the same date for constructive reduction
to practice, but they were likewise both restrietoed
to this same date for conception of the invention,  [n
other words, the parties were both entitled to the sanwe
date for coneeption and to the same and the identical
date for constructive reduction to practice.  The lox-
aminer of Interferences took the position that  the
burden of proof was properly upon the party last to
file his United States application, and his opponent,
being the first to present in this country an allow-
able application, was in the cves of the law entitled
to a patent. therefor, unless the later to file proved
a superior right.,  Inasmuch as the only evidencee pre-
sented by either party was that of the filing of his
erman application, it was held that, since the junior
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party had established o right only equal to that of
the sentor party, he had failed to sustain the burden
resting upon him, and priority was awarded o the sen-
or party, the first to file in the United States.  Ap-
peal was taken Lo the Fxaminers-in-Chief,  "That tri-
bunal was of the opinion that, notwithstanding the
fnet the German applications were filed on the same
day, the records of the German Patent Office ought to
diseloce which of the two applications was in faet
st presented. The Examiners-in-Chief recommendad
to the Commmissioner that the case be remanded to the
linaminer of Interferences with direetions to call for
cvidence upon this point. The partios were required
lo seeure the additional  evidenee, but when  again
presented the evidenee falled to give any more definite
date than that originally supplied.  The ease was
therefore again decided in favor of the party who first
led s appheation in the United Sates, The deeision
heeame linal without appeal.
Stee the decision of the Court, of Appeals of the Distriet,
of Columbia in the caxe of Podelsak and
Right to Make DPodelsak es. Melnnerney (1906 C. 1D,
Claims. 5385 20 App. D. G, 399) the question of
the right of any party to make elaims
corresponding to the issue has been considered as a
question  anetflary  to  that of priority of invention
proper.  Many such cases have been presented, and
when 1l 1= found that one of the parties ean not make
such elabmy, priority ix awarded to his opponent.  Cases
have arisen, however, in which it has been found that
the elaims as presented will not read upon the applica-
ton of any party to the proceeding.  While such cases
are unusual, two mstancees have oceurred to the writer's
knowledge,  With such a situation no award of priorvity
can be made to cither party, and it might at Lirst ap-
pear that such an imterference should be dissolved.
When the first ease arose such a recommendation was
made to the Commisstoner.  After hearing the parties
he declined, however, to dissolve the proceeding, and
remanded the same to the Examiner of Interferences with
direetions to enter a judgment to the effect that neither
of the parties was entitled to make the claims, and there-
fore neither wags the inventor of the subject-matter
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in issue. This action was taken on the theory that
the appellate Geibunals might come Lo a diferent con-
clusion as to one of the applieants, and it it should
bhe eventually held that either could make the elanns,
a Lrue case of priority would bhe at onee presented.
In the second case, which was but recently presented,
Vsihmilar judgment was entered.
Phis unusual case was once presented,  An interferenee
was declived between an appliecation of
Patent Invalid. one party and a patent to another hased
Dissolution. upon an application filed subsequent.
to the [(iling date of the first party.
The patentee being the last to file was made the junior
party and was required to prove his gease over thal
of the applieant.,  Tnasmuceh as one party was o patenteo
the only question to be determined ultimately  was
the right of the other party Lo a patent. The patentee
claimed the benefit under the International Convention
of the fling date of o certain German patent. Tt at
once appearcd that the apphieation upon which the
Gierman patent wax based was filed in Germany maore
than onc year before the patentee’s applieation was
filed In this country, and, further, that the German
patent 1ssued before the United States patent was
cranted. Tt was thus apparent that the United States
patent was mvalid.  Moreover, while the- German
patent Invalidated the United States patent based
upon the same disclosure, the same was not a referenee
for the other party, because it was not sufliciently
arly 1o operate as a bar. In view of the faet that the
patent was mvalid, and sinee the patentee could ‘not
under his preliminary statement present any evidence
other than s German applieation, there scemed to be
no reason for the continuance of the intevference.  The
procceding was dissolved by order of the Commissioner,
based upon the recommendation of the Tixaminer of
Inferferences.
It occasionally happens that infringement suits and
interference proceedings between the same
Suspension. parties are running at the =ame time, as
where one of the parties has obtammed o
patent and sues the other for¥infrinzement.  inder
Section 4920 of the Revised Statutes the defendant may

A
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prove that the patentee was not the first inventor, and in
IlHIlI” SOy prove Chat he himself was the real :lll(l Lrue
ventor. To some extont, thoerefore, the questions pre-
<ented m the sait may he the same as those to be deter-
mined in the interference. The Office s sometimes asked
(o =uspend the interference pending final  determina-
tion of the suit,  No suspension will however ordi-
navily be made,  As was pointed out in the case of
Mebride eso Kemp (109 0, G, 10695 1904 C. DL, 8Y),
the statute particularly direets the tribunals of the
Patent Oflice alone to determine the question of priority
of mvention between two or more ])ulwa cach asking
a patent for the =ame invention.  Section 4904 of the
Roevised Statutes speeifies when an inl("ll'(,l'(‘nu: should
he declared, and direets that the Commissioner shall,
when the proper eircumstances arise, institule t.-lm
procecding. Tt requires that he shall direet the primary
examiner (Isxaminer of Interferences) to determine the
question of priority in the first instance, and provides
for appeal to the xanminers-in-Chief and  Commis-
stoner.  An appeal to the Court of Appeals of the Dis-
trict of Columbia is provided by a later statute.

In view of the fact, therefore, that the statute par-
teularly designates the method of determining inter-
ferences and provides no other, 1t would be uscless
(o suspend the same, pending determination of a sult
for ifringement, in which the question at issue in
the nterference could be rased only meidentally or
colaterallv.  Thus, while the Office 15 in no way bound
hy any court deeision in an infringement suit even though
ubstantinlly the same question may be presented, the
principle of conuty s always respected, and due deference
eiven to decisions of such character. It not infrequently
happens therefore that the tribunals of the Patent
Oflice and the federal courts arrive at very different
conclusions upon the same state of facts. A recent casc
15 i point. A party Wright sccured a patent. Some
time  after the issuance thercof another party, onc
Drownlee, filed an application for the same invention,
and nn interference was deelared. The invention was a
eax iron for laundry purposes. Before the interference
war deelared Wright sued Brownlee in the Distriet
Court for the Eastern Distriet of Pennsylvania, for in.
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fringement of his patent. The court held that the inven-
Cion originated with the defendant Brownlee, and dis-
missed the suit (Wright ex. Brownlee et al,, 205 10, R,
H520).  When the interference eame on for final hearing,
Lhe Bxaminer of Interferences, while not regarding the
ase a8 free from doubt, likewise came to the conelusion
that the mvention was that of Brownlee, and decided
with the tral court e the miringement case.  Upon
appeal {o the Ixamimers-in-Chief thix deeision was re-
versed, and that tethunal held that Brownlee had failed
(o =ustain the burden which was upon hitn to prove his
case beyond a reasonable doubt, and reversed the de-
cision of the lExaminer of Interferences, In the meantime
appeal was taken from the decision of the tral court in
the infringement eaze, and the Cireuit Court of Appoeals
for the Third Circutt, 1in a decision dated April 2, 1911,
reversed the frial court, adopting almost i {olo the fan-
cunge of the decision of the Examiners-in-Chiet (Wright
rs. Brownlee et al,, 212 Ir, Ry, p. 157). The decision of
the Bxaminers-im-Chief was affirmed by the Commiss
stoner on appeal. No further appeal was taken.
After an interference 18 well advanced, and particularly
alter proofs have bheen taken, the
Dissolution in Cases =amc will not ordinarvily bhe ter-
Well Advanced. minated without a judgment. But
in speeial eases a dissolution may
he ordered without an award of priority, as where i
very clearly appears that a statutory har exists to the
erant of i patent Lo one or morve of the contesting parties
(Nalll »s. Commissioner of Patents, 82 O, G., 749;
[T App. D. C., 584; Oliver vs. Felbel, 100 O, (., 2384; -
20 App. D. C., 255).
The ease of Dwiggins ps. Retd, Reid and Kelly, recently
hefore the Office, developed an un-
Dwiggins vs. Reid, usual and mmteresting situation. Both
Reid and Kelly. partics were applicants,  The is-
suc consisted of a large number of
counts. Testimony was taken by both partics, and
the ease submitted for final disposition upon the record
thus made.  The Nxaminer of Interferences divided
the issue, awarding certain of the counts to Dwiggeins
and the others {o Reid, Reid and Kelly.  The evidenee
showed, however, that Dwiggins had built, had publicly



nsed, and had sold o machine embodying certain counts
of Lhe issue many years hefore he filed his applieation,
The maehine was st sold in 1903 and used for nearly o
venr in the manufacture of feneing, T was then changed
i some respeets, amnd the use continued for a cons
stdernble period of times Tn 1905 it was sold o second
timie, and the sceond purchaser continued to use i, with
perhaps minor clunyges, antib 19049, The Examiner of
Interterences noticed the faet that the Dwiggins applien-
Lo was probably invalid for all counts which would
reqed upon this carly machine.  He, however, awarded
priority of invention as the evidence secemed Lo require,
but followed the same with o recommendation to the
Commnmissioner under Rule 126, direeting his attention to
the apparent statutory bar.

The Commissioner, however, thought that the onth
made to the Dhwigging application partook of fraud, and
concluded that under the circumsiances Dwiggins was
nol entitled to an award of  priority., e accordingly
vacated the judement of the xaminer of Interferences
and direeted that if appeal should be taken by Dwiggins
ns to the counts whieh had been awarded to Reid, Reid
and  Welly, the Examiners-in-Chiel should dismiss the
appeal. The appeal was taken, and was dismissed by
the  Fxaminers-in-Chief - as  direeted.  Dwigeins  then
lled in the Supreme Court of the Distriet of Columbia
a petition for mandamus, asking that the Commissioner
he divected to set aside the orders referred to. The
petitton was demied. Appeal was taken to the Court
of Appeals of the Distriet of Columbia, and the action
of the lower court =ustained (United States ex rel.
Dwigeins rs. Bwing, Commissioner of Patents, 214 O, G.,
1 ()25).

Another caze was receently presented in which the
imterference  was  likewise between  two  applications,
When the evidence was considered, 1t elearly appearced
that machines embodving the ssue had been used by
the Junior party for nearly seven years prior to the
ling of his apphication, and for four ycars prior to
the filing of the senor party’s appheation. It was ap-
parcnt from the evidence that the junior party was the
prior mmventor, but inasmuch as the use of this party’s
warly machines was apparently a bar to both parties, it
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was concluded that the imterference should he dissolved
without an award Lo either party.  Sinee the machinge
had heen in public use formany vears it sweas held that the
junior party was nol entitled to even a teehnienl awird of
priovity.  Howas therefore recommended that the inter-
forence be dissolved without a judgment, and an order to
this effeet was issued by the Commissioner.
A second interference will not usually he deelared he-
tween the same applications, or he-
sSuccessive Inter- tween new applications by the sime
ferences. parties relating to the same geneeal
mvention,  But a sccond interference
15 sometimes rendered necessary i order that the sue-
cesstul party in the first proceeding may secure the full
bhenefit of the judgment i his favor, as where the losing
party m the fust ease s permitfed to go (o patent with
claims which should have been rejeeted upon the issue.

In an mterference between I and Woopriority wis
awarded to the latter. I ceanceled the claims cor-
responding to the ssue, and was permitied (o go to
patent with other claims which should have heen re-
jeeted upon the assue.  Wowent {o patent without
making claims corresponding  to  those rvemaining in
’s applieation, but. which clearly read upon his own
disclosure and fell within his statement of  inven-
tion. W filed a reissue appheation embodving  the
claims of s patent and demanded o seeond interfor-
cnee.  The mterference was deelarved.  On motion for
judgment by W oon the ground that the rights of the
parties were determined by the judgment in the first
ase, 16 was held that the deciston i the earlier ease
was determinative not only of the actual matior there
adjudicated, but of all other matter there in issue and
which might have been adjudieated theren, and priovity
was awarded (o W oin the sccond mterference on the
ground of res adjudicala.

In another case an interference had been deelared
between A and . Upon the evidence presented pri-
ority was awarded to A, I eanccled elaims correspond-
g Lo the ssue, bhut, was permilied Lo go to patent
\\'llh other claims only allu‘hlh different. from those
constituting the issue, and the most of which clearly
read upon A's disc l{lhlll(, After the patent issued
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A copied these elnims and demanded o sceeond inters
forence. The Fxaminer refused to declare Che s,
hul. the Commissioner directed that the interference
he instituted.  Without waiting for the filing of pre-
liminary statements A moved for judgment. on the
ground ol »es adjudicata,  "TThe motion was  granted
and judgment. rendered in his favor as to the issuc
of the seeond interference on the ground that the subjeet-
matler thereol was, o effeet, in issue in the earlier
case, and the question of the vights of the partios with
respect Lo these elahms was determined by the deeision
in Lthe earlier proceeding.,
In interferences involving three or more parties some
unusual questions with respect fo
Evidence (Three or the mmtroduction of evidence arise.
More Partics.) L all junior parties allege dates of
conceplion prior to the senior parta's
g dade, the ease is perfeetly simple. Times Tor
Lhe (aking of testimony are set for all parties in order.
Dut where cerfain of the junior parties fail to overcome
Lhe filing dates of some or all of those who are senitor, an
unusual sttuation may be ercated.

Take, for instance, the three-party case.  We may
have, first, o cease in which the junior party fails to
overcome the lilmg date of either of the other parties; or,
sececond, where he fails to overcome the senior party
only; or, third, o case in which the intermediate party
fils to overcome the senior party.  Any party [ailing-
Lo overcome any scenlor party s placed under an order
Lo show eause on or before a time specified why jude-
ment should not be entered against him upon the record.

[n the first ease, 1f the junior party moves to dissolve,
he <hould proceed against hoth senior partics, for if he
climinates one only, the other will still stand as a bar
to his right toa patent.  IF 1t 18 held on motion to dis-
solve that both parties ean make the ¢laim, the junior
party may then have the case set for final hearing under
the provisions of Rule 130, in order that he may argue
this sime question as a basis for an award to himself. But
under such e¢ircumstances the ease will not. be at once
sct for hearing, beeause the intermediate party, having
alleged  coneeption prior to the senior party’s filing
date, 1s entitled to take proofs upon this question.
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Times for the taking of testimony hetween these parties
only will therefore be sety hut the junior party will he
permitted to reman in the case until the same comes on
for final hearing, o that all the questions may be argued
and determined at one hearing, When the ense cones
on for finad hearing, 1if it bhe found that neitther of the
other parties ean make the elaim, the award of priority
will he to the puntor party. 1 however, it he found tha
cither enn make the elatm, the junior party ean not
prevatl, ‘

In the second eaxe, where the jumior party over-
comes the intermediate party, but fails (o overcome
the =entor party, o different situation s presented.
lere the motion to dissolve need attack the right of
the <entor party only to make the elaim. I he sae-
ceeds i elimmmating sueh party he will be entitled, as
aomafter of course, to take testimony with respect
to the imtermedinde party, 1, however, the mterfer-
enee i not dissolved and the sentor party remains
in the ease, the standing of the junior party is some-
what anomadous.  He 1= under an order to show eause
why judgment should not he entered against him, with
the sentor party standing as an apparent barv. DBut i
he should sueceed at final hearing in showing that the
senior party can not 1 faect make the cliims, he s
entitled then to contest the question of priority with
the immtermediate party. This sttuation not imfrequently
occurs. I the juntor party asks to have the question of
the sentor party’s right to make the elamm argued af linal
hearing, he will he permitied to remain in the ease; aad.
since he may establish his contention that the senior
party can not make the chams, he will he permitted to
tnke testimony to establish his mnghts with respeet to
the intermediate party.  Thus all possible questions
will he disposed of at the same time. The practice
Lherefore 12 o set times for the taking of testimony
s between all three parties, =o that all the evidence
can be presented at one hearing,

» In the third case, 1f the mtermediate party moves
to dissolve on the ground that the senmior party can
not. make the clams, and such motion 1= denied, he
likewise may argue this same question ato final hear-
ing as o basis for an award to hunsell, 11 he requests
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Lo be heard upon this question, times will be set for all
Lhree parties to take testimonyy for shiould: he sueeeed
1 showing that the senior party ean not mnke the elaims,
he will he o position to contest priovity with the junior
IHINAY -
Lt somaetimes happens that the operativeness of o party’s
diselosure 1s attacked by one ol the
[noperativeness. other parties (o the proceeding, 1'his
question should first. be raised, il pos-
sible, by motion to dissolve. I the law examiner holds
Lhe structure to be operative, the other party not infre-
(quently destres to take testimony (o establish his con-
tention,  Numerous eases have arvisen in which suceh
testimony has heen inbroduced.  The experienee of the
Ofltee 1, however, that unless the invention is involyved or
nhstruse, such evidence 1s of comparatively little value,
In ordinary mechanieal cases, the operation of whiels
can al once be understood, evidenee upon the ques-
Lion ol operativeness s seldom of any substantial use.
Where the junior party has alleged conception prior
Lo the senior party’s filing date, and is therefore en-
titled Lo take testimony on the question of priority
proper as a matier of course, he may, while intro-
ducing his testimony on the main question, take testi-
mony also on the question of operativeness. No special
perntission {o take such testimony need be sceuroed.
' evidence is introduced which is of such a chareter
as Lo be uscless in the final disposition of the ease, the
samae will be simply disvegarded, or struek out on mmotion.
b i those eases in which the junior party has [ailed
Lo overcome the senlor party’s filing date, and desires
to take testimony on the question of operativeness of his
opponent’s structure, he must sceure special permission
to do so (Lowry and Cowley »s. Spoon, 1906 C. D.,
224 Browne rs, Stroud, 1906 C. Dy 226). A motion for
permission to take such testimony is necessary, and the
same must bhe accompanied by a satisfactory showing
under onth, setting forth gencrally the facts which it js
proposed Lo prove, and the witnesses who will bhe ealled
to estabhish these facts. This 1s necessary in order
that the Office may know that the same will be {aet
testimony  and useful, and not merely the opinion of
experts upon questions which the tribunals must de-
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cide Tor themselves,  Where, therefore, o party de-
all(“ﬁh)l alee testimony upot suelh (|lw-lmn- the allidavits
in support of the motion should make 16 clear, generally
ab lenst, what the moving party proposes to ml ahlish.
(l‘llt..l"l“\’ speaking, acets done inoa Toreign vmmlls'

are nol. available as evidenee i
Evidence in Foreign =support of o claim of priority in
Countries. this country.  Bul when the ques-

tlon 18 ilnl of originality, it may
he necessary 1o sceure the testimony ol parties Imu;_,
abrond.  And where parties seek the benelit of forcign
filing dates under the provisions of Section (887 ol the
Revised Statutes, 16 sometimes hecomes necessary {o es-
tablish the faets by testimony., 1 the withesses ean not
he brought Lo this country, or where the expense and
trouble of doing <o would invalve hardship  greatly
in excess of that sustained by an opponent in taking
the testimony abroad, the testimony mayv he taken in
the countries where the witnesses hve.

Under the authonty of Scetion 4905 of the Revised
Statutes, authorizing the Commissioner of Patents (o
make rules for the taking of testimony gencrally, o
special rule has been promulgated Tor taking festi-
mony abroad (Rule 158). The practice adopted is the
same s that used generally by the courts to secure
testimony 1n a foreign country.,  T'wo methods are in
use; lirst, by a commission directed Lo some consular
or diplomatic oflicer of the United States residing
in the country where the witnesses are loeated; and,
second, by letters rogatory addressed to a courl of
competent, jurisdiction m the country where the wit-
nesses lve.

The number of cases 1 whieh festimony had to he
taken abroad was formerly quite large.  But sinee
the deciston ol the Commissioner in the ease of Steel
and Steel ese Myers, 206 O, G 1021, which permits
a party o take advantage ol any lmmg.z;n appheation
by motion to shift the burden of prool under cireum-
stances recited in the deasion, the cases wherein it
has been necessary to take valmmnv 1In foreign countries
have been muceh lessened.

In any case permission Lo {ake the testimony must
first be sccured by motion duly made and noticed upon
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the other party.  When it is shown that the testimony
is necessuey and probably will he useful, permission
to take the same will be granted, and llw taking ol
Lestimony in this country Huspumlml, unless  the par-
Lics otherwise agree. The commmission is transmitted
by the Commissioner of Patents through the Department
of State to the officer 1o whom it is dirceled,  After
Lhe testimony is taken it is returned to the State De-
partment, and by that Department transmitied to the
12 lent, ()llu (.

When it becomes necessiry Lo Litlat‘ the testimony
Ol WHIH‘HH{‘H in ( cririny, o conmission 18 hof ‘ulllll%l-
ble unless the witnesses will Lestily voluntarily.  ‘The
courts will not compel their attendanee. I'herefore,
while commissions are sometimes issued to ¢onsuls
or other United States representatives in Germany,
this is only done where it is known in advanee that
the witnesses are friendly and will probably  testily
of their own free will.  Beeause of this uneeriainty,
letiers  rogatory  are quite commonly used  instead.
These are dirceted to the court having  jurisdietion
over the witnesses, requesting  that steps be taken
Lo sceure the neeessary evidence.  These letters are
_lr*msmllt("l through the State Departiment 1o the Ameni-

an Ambassador, who forwards them o the German
Forcien Oflice with 2 request for thetr execution. - At
that point they pass to the control of the German
oflicials, are transmitted to the proper court, and,
when excecuted, are returned through the same channels.

The Department of State requires in all eases o de-
posit. of at least 8100 belfore the commission or lettiers
rogafory arce transmitted.  After the cevidence 1s re-
turned, any surplus remaining ig, of course, returned
Lo the depositor.

Hustrations might he greatly multiplied, but thosc

eiven will serve to indicate to some extent.
Conclusion. the variety and character of questions,

mercely incidental or collateral to priority
proper, which are presentoed for consideration and deter-
mination. Many of the questions raised in an interferenee
arcidentical with 1hose which mayv be raised in an infringe-
ment suit, but there are others arising more or Jess fre-
aquently which never oceur in a suit in the federal courts.
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Interferences as the same avise in the Patent Ofliee
have been given much  constderation, and  there s
perhaps no hranch of the patent law coneerning whiel
there = grentor difference of opinion,  Some  persons
advoeate the entive abolition of interferences in the
Ofice, arguing that the whole matter should he Teft to the
cotrts, while others prefer to have the statute remain s
i now s, Between these extremes many  proposed
maodifieations of the existing law have heen suggestoed,
The subjeet iz an inherently complex one. The very faed
that there has been so mueh diseussion by men well in-
formed and competent Lo ertticize, but that the law
nevertheless remaims as b was in I1S70, is in itsell sufhi-
cient evidenee of the difficulties in the way of any radieal
change.,

Fundamentally, the system is o just one, for il aims
Lo secure the rights of the party who s e faet and in
law entitled 1o sueh protection. The Clonstitution
xell, in @iving {o Congress authority {o fegislate upon
the subjeet, delegated hroad powers; hut nevertheless
introduced  certain limitations which must he taken
into consideration.  In the first place Congress 12 au-
thorized Lo secure to inventors only the exclusive con-
(rol of their ereations, and even this control mus
be for a limited time. I other words, owas apparently
the intention of the makers of the Constitution that the
reward should bhe to the party who i trath and m faet
produced the invention; therefore before any patent
can be granted 1o any onhe of fwo or more parties elann-
ing Lhe sanme invention, it is necessary to determine who
was i faet the first mmventor.

This fact appears to have been carly  recognized;
for' while the original law of 1790 made no reference
(o conflicting  appheations, the law of 17493, which
supplemented that of 1790, contained o very carefully
worded  seefion  relating  thereto.  The applieations
are  here ealled  “interfering”  applications, and  {his
s apparently the first time in which the expression
oceurs.  The method ol determimation speecificd by
the statute was that of arbitration.  Toven ot that,
early date 1t was recognized that there might be more
than  two =o-called nterfering  applications, and  the
statufe particularly set Torth how the arbitrators should
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he selected, both where there were two  conflicting
applications and where there were more than two, "I'he
section of the statute to which reference has been e,
roids as Follows:

~cebion 9. And be 1t Tuether enacted, That
in case of tnterfering applications, the same shall
he submitted to the arbitration of three persons,
one of whon shall be chosen by cach of the appli-
canils, and the third person shall be appointed
by the Seerctary of State; and the dectsion or
award ol sueh arbitrators, delivered to the Seere-
tary of State inowriting, and subsceribed by them,
orany two of them, shall be final, as far as respeels
the granting of the patent.  And il cither of the
apphicants shall refuse or faal Lo choose an arbitra-
tor, the patent shall i=sue to the opposite party.
Aud where there shall be more than two inter-
fering appphieations, and the parties applying
shall not all untte 1 appointine three arbiteators,
it <hall be in the power of the Seerctary of Statfe
to appoint. three arbitrators for the purpose.

This was the law until 1836, when general changes
i the patent svstem were made. The law of 8306,
in =0 far as 1l related to interfercnees, rematned in
foree until 1870, and Seetion 42 of the law of 1S70 1= 1n
stthstanee dentieal with Section 49040 ol the Revised
NStatutes, now 1 foree. .\ short history of the Eows relat-
ing to mterference=s mav be found in the decision of Cone-
missioner Duell in the ease of Tattle os. Lillie ¢f al., 1876
. ., 207.

Mav 6, 1015,
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il e e gl p——tyy,

[t is not surprising that different views exist and that
the practice of the Office has, to say the least, been
vacillating with respeet to the proper method of dealing
with claims for combinations of mechanical elements
which define the real invention by such broad and
generic terms as “means”” and “mechanism’” followed by
a statement of function. This lack of uniformity in the
Office is apparently due to the same lack of uniformity
in the courts in dealing with and discussing this type of
claims.

It has been contended that this character of clatms
should not be allowed for the reason that they are vague,
ambiguous, and indelinite. IFurther than this, it has
heen wrged that they do not cover any particular or
definite construction, but, when fairly construed, are
merely elaims for a funetion. Again, it is held that such
claimis are broader than the invention, and that they
seek to cover any and all means that may hereafter be
devised for effecting the stated result or funetion. This,
it is contended, would close the field of invention, In
the particular art, to future inventors, and tend to obh-
struct the progress of the useful arts, rather than to aid
the progress thercof. On the other hand, it is held that
this type of claims should be allowed, in the absence of

any reference which does not respond to the combina-
6741—1
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tion hoth as to structure and function, This view 18
held by those who consider that the courts will give to
nninventor, no matter what the breadth of terms used
m the elaim, only what he has invented and produced,
nnd substantially its equivalents, and if the invention
ix of a primary or ptoneer character, greater liberality
will be exercised 1 the inelusion of eq uivalents.

The first view, above mentioned, as to this characeter
of elaims will now be briefly considered in the light of the
statute and various court decisions,

Seetion ISSS, RN, |1'<|un'v-~ thit bhefore any mmventor
or discoverer shall reecive patent for his invention
he shall make application thevefor, in writing to the
Commissioner of Patents, and---

“he shall particularly point out and distinetly
clatm the . . . combination which he elanns
ps his imvention or discovery.”

Do the elass of celatms now under consideration meet
the requirements of the statute above mentioned, or are
they vague and indefinite; and fail to cover any definite
construction, but seck to cover any and all means tor
offceting the stated vesult or  funetion-—or do they
merely cover a function?

It 1= thought that the deeision of the United States
Supreme Clourt, i the case nf \Imlm Sewutg Machine
Co. of al. »s. Lancaster (C. D., 1889, page 38S0) will
throw considerable light on this subjeet. The first and
thirteenth claims are the only ones that need be quoted
sinee they are a fair Lvpe of the four elaims relied upon
by the plammtiffs: :

“(1) The combination in o machine for sewing
alllmk buttons to fabries, of button-feeding mech-
anism, appliances for passing o thread through
the eye of the buttons and locking the loop to
the fabrie, and feeding mechanism substantiallv
15 set forth. L ek me e

“(13) The combination, with™ button scwing
apphiances, of a trough, appliances for carrying
the buttons sueccessively from the trough to the
sewing deviees, and mechanisms for operating said
apphances and sewing deviees as set forth.”
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I cach of the above-quoted elanms, it will be found
that not a single element, or group of elements, that
enter into the combmmations, has been stracturally de-
fined.  On the contrarvy, cach element, or group of cle-
ments, s qualified solely by the function performed.

The court, 1o discussing this case, stated that-

“Morley, having been the first person who sue-
ceeded o producing an automatic machine for
sewing buttons of {the kind m question upon
fabries, is entitled 1o a liberal construetion of the
clinnms of s patent, He was not aomiere improver
upon o prior machine which was eapable of
accomplishing the same resnlt: in which case,
his claims would properly receive o narrower
nterpretation. This prineiple s well settled
the patent law, both m this country and in ling-
land. Where an invention s one of a primary
character, and the mechanieal funetions  per-
formed by the machine arve, ax a whole entirely
new,  all subsequent. machimes  which  employ
sttbhstantially the same means to accomplish the
sume result ave infringements, although the sub-
sequent. machine may contain improvements in
the separate mechanisms which go to make up
the machine.”

it will be noted that mm this deeision there was not. a
dissenting opinion by any member of the court. There
was not the faintest hint by the honorable court that the
clanms sued on were not in proper form. Here was one of
the elearvest examples of combination celaims, wherein
the elements or groups of clements, entering mto the
combinations, were cach solely qualified by th