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PREFACE.

Two treatises only on the subject of ‘design patents
have been published in the United States during the sev-
enty-two vears the laws grantmg patents for this charac-
ter of inventions have been in force. - The first was pre-
sented in 1874 by former Commissioner of Patents, Wm.
E. Simonds; the second, in 1889 by Hector T. Fenton, Ks-
quire, of the Philadelphia bar.

That the texts and the decisions have not satisfactorily
‘established a well understood, uniform practice in design
patent. cases i1s shown by the comments of courts and
writers. Mr. Simonds in his work said:—-

‘““The decisons of the Patent Office have been conflicting
~and the court cases are not altogether harmonious.’”

In 1871, Commissioner Leggett in discussing the intent
of the design law stated that:—

‘“The practice of the Office in granting design patents
has been not only liberal but lax.?*"

A few vears later 1n discussing a question which was
often raised in cdlesign cases, the Commissioner of Patents
said :—**It is not to be demed that the record of the Office
on this question is somewhat ragged.’”

In the leading case of Rowe v. Blodgett & Clapp Co.!
the praectice of the Office in issuing _design patents was
condemned on the ground that it was not uniform. In
this case the court approved the view of the design law
set forth in ex parte Parkinson, supra, and cited sceveral

1—Simonds on Design Patents—Preface.
J—Parkinson, 1871, C. D. 251,
3—=Shoeninger, 15 O. G. 384; 1878 C. D. 128,
4—112 F., 61; 98 O. G., 1286; 1902 C. D. 583.
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cases 1In which the interpretation of the law given in that
decision had been upheld. The court in Marvel Co. v.
Pear]’ condemned the grant of a design patent for a
syringe as ‘‘a perversion of the statute’’.

At the present time mueh doubt and confusion exists
as to what is proper subject matter for a design patent;
nor is the practice in this.class of patents well settled.
Whether the specification should contain a description
of the design, and whether a patent may be issued for a
surface ornamentation are among the questions which
have received consicderable attention and not altogether
satisfactory answers.

Relative to many questions of design practice what
Commissioner Fisher said in 1869 is true today. ‘‘The
practice of this Office has not been uniform, and the true
practice is still to be adopted and followed.’’?

It is hoped that this small contribution on the subject
of design patents will assist in determining the questions
of law and procedure which are still unsettled by bring-
ing together for consideration the conflicting views and
decisions, for nothing makes for the better elucidation of
a subject than to have the different views on it considered
together.

That the interest in the subject of design patents has
increased during the last few years 1s indicated by the
larger number of applications for patents filed and the
amount of litigation on this subject. In 1905, 781 appl:-
cations for design patents were filed in the Patent Office;
in 1910 the number had increased to 1155; in 1911 to 1534,
and 1n 1912 to 1844. During the vear 1913, about 2100
applications were filed, which 1s approximately 175 per
centum more than in 1905.

The questions of novelty and infringement of designs
are so closely related and have been so often considered

1-—114 F., 946.
?—Bartholomew, 1869 C. D. 103.
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together! that is has been concluded advisable to treat
them 1n the same chapter.

The collection of the data which has been utilized in
writing this volume was begun in connection with the
preparation of lectures delivered before the students tak-
ing the course in Patent and Trademark Law in the
Washington College of Law.

Wirniam L. SvmMons.
Washington, D. C., 1914. .

1-—Kraus v, Fitzpatrick 34 F., 39; 42 O. G. 1912; 1888 C. D. 291;
Redway v. Ohio Stove Co. 38 F., 582; Ripley v. Elson Glass Co. 49
F., 927: Bevin Bros. v. Starr Bros. 114 }.,°362; Gorham v. White
14 Wall, 511.

al——



THE LAW OF DESIGNS.

CHI'&.].)TER Il

 DESIGN PATENT STATUTES.!

1. First Design Patent Act.—Patents for designs were
first authorized by scetion 3 of the Act of 1842. In this
Act the words ‘‘invented or produced?’’ were used instead
of the words ““mmvented or discovered’’ used in the origi-
nal patent Act of 1790, and in subsequent laws. The fee
in design cases was by this Act fixed at one half the sum
then requived by the patent laws in force, and the dur-
ation of the patent was limited to seven years. Only 1387
patents were issued under this law.

2. Subsequent Laws.—The Act of 1842 was repealed
1 1861, This Aet of 1861 made slight changes in the sub-
jeet matter for which a design patent mught he 1ssued.
It changed the terms of design patents to three and one-
half, seven or fourteen years at the cleetion of the appli-
cant, and the fees to ten, fifteen or thirty dollars respee-
tively. |

The patent Act of 1870 repealed the Act of 1861, but
made very little change in the former design law. The
sections of this Act of 1870 relating to design patents
became sections 4929 to 4934 of the revised statutes in
1874. Design patents were granted under these sections
of the revised statutes until the Act of May 9, 1902,
amemded materially. seetion . 4929 whieli is the section
under which design patents are now granted.

"The laws of 1842, 1861 and 1870 were almost identical
in their definition of the subjeet matter granted protee-

—— o

1—The early Design Pa'tent' Acts are printed in ‘ull as foot notes
to Chapter 1 of Featon on Designs.. They are reviewed in that

chapter with some detail. -
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tion. Generally speaking the articles which could be pat-
ented under these laws were (1) a new and original de-
sign for a manufacture, bust, statue, alto relievo or bas-
relief; (2) a new and original design for the printing
of woolen, silk, cotton or other fabrics; (3) a new and
original Impression, ornament, pattern, print or piecture
to be printed, painted, cast or otherwise placed on or
worked into any article of manufacture; and (4) any new
and original shape or configuration of any article of
manutacture. The most important difference between
this Aect of 1870 and the Acts of 1842 and 1861, and the
difference which for a time caused the most discussion,
was the use in the Act of 1870 of the word ‘‘useful’’ in the
clause relating to the shape or configuration of an article
of manufacture. This word appeared in the Acts of 1842
and 1861 modifying the word ‘‘pattern;’’ in the Act of
1870 it was omitted before the word ‘‘pattern,’’ but ap-
peared, as above stated, in the clause relating to the grant
of a patent for the shape or configuration of an article of
manufacture.

A consideration of the design law as 1t now exists will,
it 1s believed, show that the scope of tnese former laws
was broader than is the presenf, law. There is much that
might have been said in favor of granting a design patent
- for a surface ornamentation under the old laws that is
not now pertinent. An article which might possess a new
and original shape might not be an ornamental object.
Could it not be more foreibly urged that such an article
came within the purview of the old law than within the
present Act?

In the Gorham case! the court said the design law was
intended to encourage ‘¢ the decorative arts.’’ The Pat-
ent Office had in the Parkinson case? expressed the same

1—Gorham Mfg, Co. v. White, 14 Wall, 511,
2—1871 C. D. 261,
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view. This interpretation of the law was strictly ad-
hered to by the Office subsequernt to the decision in the
Gorham case in the decision in the case of ex parte Chas.
A. Seaman.

3. Design Patent Laws Now in Force.—The laws now
1n foree which relate particularly to designs are as fol-
lows: |

‘““Revised Statutes, Section 4887. No person otherwise
entitled thereto shall be debarred from receiving a patent
for his invention or discovery, nor shall any patent be de-
clared invalid by reason of i1ts having been first patented
or caused to be patented by the inventor or his legal rep-
resentatives or assigns in a foreign country, unless the
applhication for said foreign patent was filed more than
twelve months, in cases within the provisions of section
forty-eight hundred and eighty-six of the Revised Stat-
utes, and four months in cases of designs, prior to the
filing of the application in this country, in which case no
patent shall be granted i1n this country.

““An application for patent for an invenfion or dis-
covery or for a design filed in this country by any per-
son who has previously regularly filed an application for
a patent for the same invention, discovery, or design in
a foreign country which, by treaty, convention, or law,
affords similar privileges to citizens of the United States
shall have the same force and effect as the same appli-
cation would have if filed in this ecountry on the date on
which the application for patent for the same invention,
discovery, or design was first filed 1n sueh foreron coun-
try, provided the application in this country is fited with-
in twelve months in cases within the provisions of section
forty-eight hundred and eighty-six of the Revised Stat-

1—4 O. G., 691.
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utes, and within four months in cases of designs, from the
earliest date on which any such foreign application was
filed. But no patent shall be granted on an application
for patent for an invention or discovery or a design which
had been patented or described in a printed publication
in this or anv foreign country more than iwo years
before the date of the actual filing of the application in
this country, or which had been in public use or on sale in
this country for more than two years prior to such filing.*’

# * %* * H* 3* * W

‘“Section 4929. Any person who has invented any new,
original, and ornamental design for an article of manu-
facture, not known or used by others in this country be-
fore his invention thereof, and not patented or described
in any printed publication in this or any foriegn country
before his invention thereof, or more than two years prior
to his application, and not in public use or on sale in this
country for more than two years prior to his application,
unless the same 1s proved to have been abandoned, may,
upon payment of the fees required by law and other due
proceedings had, the same as in cases of invention or
discoveries covered by seciion forty-eight hundred and
eighty-six, obtain a patent therefor.

‘“‘Section 4930. The Commissioner may dispense with
models of designs when the design can be sufficiently
represented by drawings or photographs.

‘“‘Section 4931. Patents for designs may be granted for
the term: of three years and six months, or for seven
years, or for fourteen years, as the applicant may, in his
application, elect.

‘‘Section 4933. All the regulations and provisions
which apply to obtaining or protecting patents for imnven-



Act or FEBRUARY 4, 1887 J

tions or discoveries not inconsistent with the provisions
of this Title, shall apply to patents for designs.

M 3 ¥* W »* 3 ¥* P

‘““‘Section 4934. The following shall be the rates for
patent fees:
¥ 3 ¥ E #* * ¢ ¥
““In design cases: For three years and six months, ten
dollars; for seven vears, fifteen dollars; for fourteen
years, thirty dollars.?’

Act of February 4th, 1887 :

‘‘Be in enacted, etc. That hereafter, during the term
of letters patent for a design, it shall be unlawful for any
person other than the owner of said letters patent, with-
out the license of such owner, to apply the design secured
by such letters patent, or any colorable imitation there-
of, to any article of manufacture for the purpose of sale,
or to sell or expose for sale any article of manufacture
te which such design or colorable imitation shall, with-
out the license of the owner, have been applied, knowing
that the same has been so applied. Any person violating
the provisions, or either of them, of this section, shall be
liable in the amount of two hundred and fiftv dollars; and
in case the total profit made by him from the manufac-
ture or sale, as aforesaid, of the article or articles to
which the design, or colorable imitation thereof, has been
applied, exceeds the sum of two hundred and fifty dol-
lars, he shall be further liable for the excess of such profit
over and above the sum of two hundred and fifty dollars;
and the full amount of such liability may be recovered by
the owner ¢f the letters patent, to his own use, 1n any
circuit court of the United States baving jurisdiction of
the parties, either by action at law or upon a bill in equity
for an injunction to restrain such infringement.

¢“Section 2. That nothing in this act contained shall
prevent, lessen, impeach, or avoid any remedy at law or
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in equity which any owner of letters patent for a design,
aggrieved by the infringement of the same, might have
had 1f this act had not been passed; but such owner shall
not twice recover the profit made from the infringement.’’

The qucition is sometimes raised whether the general
provisions of the patent laws not inconsistent with the
laws relating to designs are applicable to design patents.
This appears to be answered clearly in the affirmative.
Eiven prior to the date of the passage of the section ci the
revised statutes which makes the general provisions of
the patent laws applicable to design patents, (Section
4933 Revised Statutes) it was suggested by a gcod au-
thority that they were applicablel.

1—Simonds p. 206.
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SUBJECT MATTER FOR DESIGN PATENT,

4, Some Definitions of a Design Patent.—What 1s a
‘‘design’’ within the meaning of this term as used in the
patent laws? Robinson’s definition is:

‘A design is an instrument created by the imposition
upon a physicial substance of some peculiar shape or
ornamentation which produces a particular impression
upon the human eye, and through the eye upon the
mind?!.”’

Renwick in his work ou Patentable Invention defines
a design as follows:—

““The design of an article whatever 1t be, 1s the appear-
ance of the thing, as distingnished from its structure=.”’

The Circuit Court of Appeals for the Second Circuit 1n
the case of Rowe v. Blodgett & Clapp Co.? said :—

‘‘ Patents for designs are intended to apply to matters
of ornament, in which the utility depends upon the pleas-
ing effect imparted to the eye, and not upon any new
function * * * Design patents refer to appearances,
not utility. Their object is to encourage works of art and
decoration which appeal to the eye, to the esthetic emo-
tions, to the beautiful.”’

Mr. Pettit has made this interesting statement in re-
card to designs:—

‘¢ A design is a delineation of form or figure, either
plain or solid, a shape or configuration. The construec-

1—-Sec. 200.
2.——See. T1.

3—112 F., 61; 98 O. G. 1286; 1902 C. D. 583.
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tion of an article in aceordance with that delineation is
the materialization of the conception of the design. Un-
der the decisions 1n design cases it has been held that the
Act requires that the shape produced shall be the result
of industry, effort, genius and expense; and also requires
that the shape, form or configuration, sought to be se-
cured, shall also be new and original, as applied to an
article of manufacture.’’?

The Commissioner of Patents in 1902 in an argument
presented to the Senate Committee 1n support of the bill
which became the Act of May 9, 1902, (Section 4929 of the
Revised Statutes as amended) had this to say relative to
the nature of a design patent:—.

‘““It 1s thought that if the present bill shall become &
law the subject of design patents will oceupy its proper
philosophical position in the field of intellectual produc-
tion, having upon the one side of it the statute providing
protection to mechanical constructions, possessing utility
of mechanieal function, and upon the other side the copy-
right law, where objects of art are protected, reserving to
itself the position of protecting objects of new and artis-
tic quality pertaining, however, to commerce, but not jus-
tifving their existence upon funectional utility. If the
design patent does not oceupy this position there is no
other well-defined position for it to take. It has been
treated of late years as an annex to the statute covering
mechanical cases, since the introduection of tlie word ‘‘use-
ful”’ into 1t. It 1s thought that this practice should no
longer continue=.”’

The Cireuit Court of Appeals for the Seventh Circuit
in the case of Pelouze Scale & Mfg., Co. v. American
Cutlery Co. et al® defined a design as follows :—

1—The Law of Invention—Horace Pettit, Philadelphia, January
1, 1895'!

2-—Scientific American, May 24, 1902, Val 86, No. 21, p. 361.

3-—102 B, 916.
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““Design, in the view of the natent law, is that charaec-
teristic of a physical substance which, by means of lines,
images, configuraticn and the like, taken as a whole,
makes an impressioa, through the eye upon the mind of
the observer. - The essence of a design resides, n~t 1n the
elements individually, nor in their method of arrange-
ment, but in their fout ensemble, in that indefinable whole
that awakens some sensation in the observer’s mind. Im-
pressions thus imparted may be complex or simple; in one
a mingled impression of gracefulness and strength, in
another the impression of strength alone. But whatever
the impression, there is attached in the mind of the ob-

server, to the object observed, a sense of uniqueness and
character.’”’

The design nnder consideration was a scale frame.

5. Must be Original.—In order that a design may be
patentable, 1t miust be ‘‘original’’ with the inventor; that
is, 1t must not be obtained from another. This word as
used in the statute 1s not synoisiymous with ‘“newl.’” The
presumption of originality arises from the grant of a de-
sign patent in the same manner as it does from the issue
of the other class of patents, usually referred to as ‘“me-
chanical patents’’ in constradistinction to ‘¢ design pat-
ents.”’

6. Design Must Be Ornamental.—Although it was gen-
crally held by the Patent Office and the Courts before the
design law was amended by the Act of May 9, 1902, that
designs to be patented must be ‘‘ornamental,’’ this word
was new to the design laws when used 11 the amendatory
Act of May 9,1902. It was clearly the desire of those who
secured the passage of this amendatory Act to lessen the
doubt upon the questicn of what was proper subject mat-

1—Parkinson 1871 C. D., 251.
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ter for a design patent. With this in view the word ¢‘use-
ful’’ was omitted and the word ‘“ornamental’’ was placed
in the statute.

7. ‘‘Ornamental’’. Defined.—The term ‘‘ornamental’’
as used in reference to designs indicates an objeet which
1s produced for the purpose of giving a pleasing appear-
ance. This may resnlt from surface ornamentation, from
symmetrical outline, from harmonious arrangement of
parts, from balanced effect of the various features of the
design, or in other ways. If the object produced is beau-
tiful, it 1s ‘““ornamental’’ within the meaning of the stat-
ute. A thing may also be beautiful and therefore orna-
mental in the sense here used if it 1s grotesque, bizarre, or
ludicrous. The design i1s ‘‘ornamental’’ 1if it appeals to
the esthetie emotions,! But although it must be ‘“a thing
of beauty”’ 1t 1s not necessary that 1t show any high de-
oree of esthetie excellence. A low order of ornamen-
tation 15 under the law entitled to encouragement the
same as a low order of invention,” or an unpretentious
degree of intellectual or artistic merit?. |

The word ‘“ornamental’’ was substituted for the word
““artistic’’ in the House of Representatives on the recom-
mendation of the committee on Patents, the word ¢‘artis-
tie’’ having been used in the original draft of the hill
which beecame the Aet of May 9, 19024,

There are many artieles which all agree are ornamental
objeets clearly entitled to protection under the design

|—-Rowe v. Blodgett & Clapp Co., 112 F. 61; 98 O. G. 1286; 1902
C. D. 583; Wright v. Lorenz 101 O. G. 664; 1902 C. D. 340; Knothe,
102 O. G., 1294; 1903 C. D. 42; Hartshorn, 104 O. G., 1395; 1903

-

C. D., 170,
2—Diamond Rubber Co. v. Consolidated Rubber Tire Co. 220 U.

S. 429-435: 166 O. G. 261; 1911 C. D. 538S.

3—Bleistein et al v. Donaldson Lithographing Co. 188 U. S., 239;
102 O. G., 1553; 1903 C. D. 650.

4—H. R. No. 1661, 57th Cong. 1st Session.
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law, such as watch cases, spoons, medals, vases, various
kinds of glassware, and many other articles. There are
other articles in regard to which there may be strong
doubt whether they are proper subject for protection.
The adjudicated cases in which was considered the
question whether the particular design was proper sub-
ject matter for protection as an ornamental objeet are
helpful in reaching a determination of the meaning of the
word ‘‘ornamental.’’

A box for fur sets was held patentable as a design in
one of the carliest reported Patent Office decisions?!: so
also was a rubber erasers, and a damper for stove pipes®.

A casing for a disinfecting apparatus is an ornamental
object!, as 1s a grass hook®. A metal sink®, a machine
frame?, a casing for multicylinder gas engines® and a face
plate for vending machines?, have all been held by the
hoard of examiners-in-chiet, as diselosed by the patented
files ornamental objects entitled to be proteeted by the
1ssue of a design patent. 1

8. Design Held Not Ornamental.—In the early case
of ex parte Peter C. Parkinson!® the (Commissioner of
Patents changed the praectice which had prevailed for
some time which he designated as ““not only liberal but
lax’? and held that the design patent laws were intended
to proteet ‘‘ornamental articles used simply for deco-
ration.”” A design for a claw hammer was not such an
article. This decision was followed by the decision in

1—Crane, 1869 C. D., 7.

9—Bartholomew, 1869 C. D., 103.

3—Fenno, 1871 C. D., 52.

4—West Disinfecting Co. v. Frank et al, 149 F., 423.
»—Earle Mfg, Co. v. Clarke & Parsons, 154 F., 851,
6—-Design patent 40, 064, Frank H. Caldwell.
7—-Design patent 42, 294, k. H. Oderman.

S—Design patent 41, 543, W. Kelly

9-—Design Patent 38, 762, C. C. Travis.

10—1871 C. D. 251.
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the case of ex parte Seaman!® in which it was held that a
lamp chimney cleaner was not proper subject matter for
protection under the design patent statutes, as 1t was not
an ornamental object. In the case of Williams Calk Co. v.
Kemmerer?, in considering the question of what consti-
tutes an ornamental design the court said :—

‘““We think the design patent is invalid. Section 4929
of the Revised Statutes (U. S. Comp. 1901, p. 3396) was
not intended to embrace a patent for such a design as is
set forth in the design letters patent under consideration.
It was intended, in order that a design might be patent-
able, that it should of itself, as an artistic configuration,
present something new and useful from an esthetie point
of view. Within the meaning of the Aect, there is nothing
artistic, ornamental, or decorative in the design of a
horseshoe calk; it is essentially a mechanieal, and not an
esthetie, device. It is impossible to suppose that 1t
should be bought or used because of its esthetie features.
Its success as a calk would depend upon its useful, and
not artistie character.”’

Again in the case of Rose Mfg. Co. v. K. A. Whitehouse
Mfe., Co.* it was held that patents for vehiele number
plate supports were invalid. The court stated :—

“\ valid design patent does not necessarvily result
from photographing a manufactured article and filing a
reproduction of such photograph properly certified in the
Patent Office. The designs of the design patents 1m suit
are for the most part alike. No. 41,389 ditfers, however,
from No. 41,388 in having braces which unquestionably
strengthen the arm, to whieh the number plate 1s attach-
o, It is not only apparent that this is their function, but
it is also established to be such by the evidence. Indeed,

1.4 0. G., 691,
2—145 F. 928,
a—201 F. 920,
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every feature of these patents is mechanical and function-
al, and not ornamental. Even ordinary rivet heads are
made to appear as beautiful cireles in this scheme of or-
namentation. If, moreover, the braces or supports of
patent No. 41,389 were intended for ornamentation, they
apparently failed in their mission, but, if othierwise, then
every piece of mechanism can, with the aid of photogra-
phy and the machinery of the Patent Office, be readily
crvstallized into a design patent.’’

Tn the case of Star Bucket Pump Co. v. Butler Mfg.
Co.! doubt was expressed as to whether a pump curb
(patent No. 28,190) was subjeet matter for protection.
The court thought it probably was not properly associ-
ated with decorative ohjects.

The bhath tub seat shown in design patent No. 29,993,
was held to have nothing to commend 1t to the eve as an
ornamental obhjeet.”

The Patent Office has held that a shade roller®, a jar of
the character shownt, and a side frame for car trucks®,
are not ornamental objeets, and patents for these designs
were refused.

The Federal courts, have held invalid, patents issued
for a syvringe®, a belt fastener plate’, an insulating plug
for clectrie line supports®, a washer.for thnll couplers®, a
hottle of the design shown!?, and a lamp bracket?!.

The last two were held invalid beecause not pleasing,
artistic objeets; but it i1s gathered tfrom the decisions
cither that they were not novel in view of the existing

1—1098 F. 857.

v—Buffalo Speciaity Co. v. Art Brass Co., 202 ;. 760,
d—~—Hartshorn, 104 O. G., 1395; 1903 C. D. 174,
1—\Vright v. Lorenz, 101 0 G. 664: 1903 C. D. 340,
r--—Bettendorf 129 0. G, 848; 1907 C. D. 79
6—Marvel v. Pearl, 114 F. 946.

i—Katon v. Lewis, 115 F. 635.

s—Williams v. Syracuse and S. R. Co., 161 IP. 471,
9-—Bradley v. Eccles, 126 F. 945.
10—Chas. Boldt Co. v. Turner Bros. Co., 199 F. 139-144.
11—Note to Bolte & Weyer Co. v. Knight Light Co., 180 F. 412,
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forms or that it did not involve invention to produce
these objeets in view of the art disclosed. It ean not be
safely held on these decisions that bottles and lamps are

not proper subject matter for protection as ornamental
objects.

0. Article For Obscure Use.—It apparently is as-
sumed 1n the decisions holding a design invalid because
for obscure use that such an article is not ornamental.
Does this necessarily follow? Why may not a design
whieh is covered up and whiceh 1s never scen while in use
possess a high degree of artistic excellence? This ques-
tion is probably entirely a moot question for the articles
whieh are used in an obseure manner are usually without
any claim to ornamental value.

An insulating plug for eleetrie lines was said to be for
an obscure use as well as not ornamental and therefore
the patent 1ssued for it was held invalid.! A metal spool
for use 1in a typewriter is an article for obscure use and a
patent for this was decided to have been improperly is-
sued.= The question whether a vehiele number plate sup-
port 1s not obscured in use, and is therefore not subject
matter for a design patent was raised 1 the case of Rose
Mfg. Co. v. K. A. Whitehouse Mfg. Co.? but was not de-
cided. A horseshoe calk! and a washer for thill couplers®
are not articles for whiceh a valid patent can be issued in
accordance with the views expressed in the cases referred
to.

10. ‘‘Useful.”’—It has been pointed out that the word
““useful’’ was first used in the design patent Act of 1870
as modifying the term ‘‘shape or configuration’’®, This

1—Williems v. Syracuse and S. R. Co., 161 F. 571.

2..Wagner Typewriter Co. v. Webster Co., 144 F. 405,

3—201 F. 926.

1—Rowe v. 2lodgett & Clapp Co., 112 F. 61; 1902 C. D. 583; and
Williams Calk Co. v. Kemmerer et al., 145 F. 928.

n——Bradley v. Eccles, 126 F. 945,

f—Section 2.
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word caused a great deal of discussion and was consid-
ered 1n many decisions!. To get rid of this diffieulty in
construing this word as applied to design patents the
Committee on Patents of the House of Representatives

in reporting the bill which became the Act of May 9,
1902 said :—

‘“Under the existing statute the United States Supreme
Court has said that consideration may be given to the
word ‘useful’ in the granting of a patent. Other courts
in attempting to define what consideration shall be given
to the word ‘useful’, define it as ‘adaptation to produe-
ing pleasant emotions’. This has nothing whatever to
do with mechanical utility.

This state of affairs has brought into the Patent Office
much contention and some confusion. To avoid these
difficulties and to make plain the distinction between me-
chanical patents, where ‘utility’ 1s an essential element,
and design patents, where ‘utility’ has nothing to do with
it, but where ornamentation is the proper element of con-
sideration, the amendment offered by this bill is pro-
posed.’’*

A majority of the courts which have decided what
meaning should be given to this wovd ‘“useful’’ as used
in the Act of 1870 and section 4929 of the Revised Stat-
utes before that section was amended, have held that it
referred to the usefulness resulting from creating an or-
nament or a beautiful thing. In the case of the Westing-
house Co. v. Triumph Co.? the Court of Appeals of the
Sixth Cireunit said :(—

1-——The views expressed in the decisions in the case of Crane,
1869 C. D., 7; Bartholomew, 1869 C. D., 103 and Fenno, 1871 C. D.
52, on the side of liberal construction are opposed by the rulings in
the cases of Parkinson 1871 C. D., 261 and Seaman, 4 O. G., 691.
In 1879, in the case of ex parte Shoeninger, 15 O. G., 384; 1878 C.
D. 128, it was ruled that if a design was new, original and also use-
ful it was patentable even if not ornamental, or beautiful.

2>—H. R., #1661, 57th Cong. 1st Session.

3—97 F. 99; 90 O. G., 603; 1900 C. D. 219.
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‘““We think it very doubtful whether the word ‘useful’,
introduced by revision of the patent laws into the statute,
1s to have the saime meaning as it has in the section pro-
viding for patents for useful inventions. The whole pur-
pose of Congress, as pointed out by Mr: Justice Strong,
speaking for the Supreme Court, in the case of Gorham
Co. v. Winte (14 Wall, 511) was to glve encouragement
to the decorative arts. It contemplated not so much util-
1ty as appearance. We must infer that the term ‘useful’
was inserted merely out of abundant caution to indicate
that things which were vicious and had a tendency to cor-
rupt and in this sense were not useful, were not to be cov-
ered by the statute”’.

The Court of Appeals of the District of Columbia show-
ed that it held a somewhat different view in the case of
m re Tourntert. It said:—

“But since the introduction of the word ‘useful’ into
the statute, the Supreme Court of the United States has
held, in more than one case, that in certain classes of de-
signs embraced by the statute In addition to the mere
esthetical or artistic effect of the design upon the senses
of the spectator, the element of functional utility may be
considered 1 considering the question of the patentabil-
ity of the design claimed. (Lehnbeuter v. Holthans, 1882
C. D., 263; 105 U. 8., 94; Smith v. Whitman Saddle Co.,
1893 C. D., 324, 148 U. S., 674).

We do not, however, understand the court as intending
to go further than this, and to hold that functional utility
is to be regarded as a controlling or even aan essential
element in a design patent. For if so, the design patents
would virtually be placed upon the same footing and with
the same requirements of patents for mechanical inven-
tions.’’

1—17 App. D. C. 481; 94 O. G. 2166; 1301 C. D. 306.
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These decisions were all rendered before the design
Act was amended by the elimination of the word ‘‘use-
ful’? and the substitution of the word ‘‘ornamental’’.

What part does functional utility now play in the con-
sideration of design patents?

In the decision in the case of ex parte Knothe! render-
ed soon after the amendment of the design Act the Com-
missioner of Patents said :—

‘“‘It has finally been settled, however, that demgnb refer
to appearance and not to meclmmcal utlhty” BoOX N

The Revised Statutes provide protection to the invent-
or of a new manufacture whieh i1s useful under Sec. 4886
and to the inventor of an ornamental design for an article
of manufacture under Sec. 4929 within like limitations
relating to prior knowledge or use, patenfing or publica-
tion, public use or sale, and abandonment. These two
sections, 4886 and 4929, cover distinet subject matters of
invention. These distinet subject-matters may both be
present in a single article of manufacture or either may
be present in the absence of the other’’.

To the same effect is the ruling by the Commissioner
of Patents in the case of ex parte Hartshorn?; ex parte
Kern®; ex parte Nickel and Crane!, and ex parte Betten-
dorf®. In the decision in the Hartshorn case supra, it is
brought out that the fact that the shade roller under con-
sideration was not only ereated for a functional purpose,
but that this particular article did not contain any em-
bellishment. It was the fact that there was no ornamen-
tation present which rendered the design unpatentable.

There are several cases which hold that the question of
use does not enter into consideration in designs®.

1-—102 O. G, 1294; 1903 C. D. 42.

2—104 O. G., 1395; 1903 C. D. 170.

3—105 0. G., 2061; 1903 C. D. 292.

4—109 O. G., 2441; 1904 C. D. 135.

5—~—127 O. G., 848; 1907 C. D. 79.

¢-—Segelhorst, 109 O. G., 1887; 1904 C. D. 125; Hess, 19 Gour.,
74-27. Sherman, 147 O. G., 237; 1909 C. D. 170. Mygatt, 186 O.
G., 987. DMygatt, 188 O. G., 1055.
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A rather close distinetion is shown in the cases of in re
Tournier!, and in re Sherman® In the former, decided
while the word ‘“useful’’ was still in the statute, the court
sald that funetional utility was not to be regarded ‘‘as a
controlling or even as an essential element in a patent for
a design’’. In the latter the same court said in a case
which arose after the design law had been amended by
the elimination of the word ‘‘useful’’, and the substitu-
tion of the word “ornamental’’, that ‘“in a close case
utility may he given some consideration’’. It would ap-
pear that if the utilitarian aspeet of a design was in a
close case held sufficient to justify upholding the patent,
that the functional utility in that case controlled, for it is
hard to see why an element, the consideration of which,
results in sustaining the validity of a design must not be
considered as essential.

A design patent used as a gambling deviee 1s not valid.
The principles applicable to mechanical patents to the
effect that the patent laws do not uphold an invention
which is injurious to the health, morals or good order of
the community apply to designs®. A design patent for a
casing for a coin controlled machine which had been used
as a gambling device was held mmvahd®.

11. Mechanical Function.—The mechanical means
used to accomplish a certain purpose can only be covered
by a mechanical patent®. Patents have repeatedly been
refused, or held void when issued, if the only distinguish-
ing feature is the mechanical form or function®.

The fact, however, that a design is useful, if 1t 1s an or-
namental objeet, does not affect its patentability as such’.

1—17 App. D. C., 481; 94 O. G., 2166; 1901 C. D. 306.

2—35 App. D. C., 100; 154 O. G., 839; 1910 C. D. 125.

3—Bedford v. Hunt I'. C. 1217: Device Co. v. Lloyd, 40 F. 89.

i—TReliance Novelty Co. v. Dworzek, 80 F., 902.

n-—Royval Metal Mfg. Co. v. Art Metal Works, 121 F. 128,

6—Roberts v. Bennett, 136 I'. 193. Lane Bros. Co, v. Wilcox MIig.
Co., 141 F. 1000. Hess Jr., 19 Gour., 74-27. Johnson, 159 O. G,,
992; 1910 C. D. 192. Mygatt, 186 O. G. 987.

T—DMygatt v. Zalinski et al., 138 F. 88,
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A claim in a design anplication which relates to the
mechanical function 1s not allowablel.

12. Article of Manufacture.—A ‘‘mechanical’’ patent
as distinguished from a design patent, i1s granted for an
art, machine, manufacture or composition of matter; a
design patent, by the terms of section 4929 Revised Stat-
utes, 1s limited to an article of manufacture.

In the case of Parkinson the Commissioner of Patents
said: ““By ‘article of manufacture’ as used in this sec-
tion, the legislature meant only ornamental articles; art-
1icles used simply for decoration’’. The important part
of this statement is that a manufacture is referred to as
an ‘‘article.”’ In the case of ex parte Wm. Whyte® an
alleged design for a shield or esecutcheon was under con-
sideration. In discussing the provision of the Act of
1870 then 1n cffect, granting design patents for ‘‘any new
, and useful impression, ornament, pattcrn, print, or pic-
ture to he printed, painted, cast, or otherwise placed on
or worked into any article manufacture, the Commis-
sioner said:

“There can be but little doubt that, in the enumeration
of subjects for design patents as contained in the clause
of the statute above quoted, regard was had to the ex-
ternal ornamentation of articles of manufacture; and
that to this end 1t was the intent of the law that the va-
rious designs should be so affixed to the manufactured
article, or so wrought into their texture as to become in
effeet a part of them. They were not intended to sub-
serve merely a temporary purpose—such, for instance,
as to distinguish the article by thelir presence upon it un-
til it should have passed into the hands of the consumer,
and until obliterated by the natural and gradual deterio-
ration resulting from use.”’

1—Mygatt, 188 O. G. 1055.
2—1871, C. D., 251.
3—1871, C. D., 304.
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This deecision 1s important in that 1t shows that at a
time when the design statute permitted the granting of a
patent for an ornament, a picture, or similar article placed
on or worked into an article of manufacture, the statute
was held to mean that the ornamentation of whatever
character must be a part of the article. Throughout the

arly decisions oceur the words ‘‘definite article of manu-
facture.’”” In the Whyte case, supra, the Commissioner
concluded that:—

“‘In the absence from the specification of all mention
of the articles, if any, upon which it is proposed to place
the design as an ornamentation, and to which it would be
adapted for such a purpose, and upon the intrinsie evi-
dence of the design itself, it must be held that it is really
intended as a trademark’’.

In the case of ex parte Wm. King!, decided soon after
the trademark Act of 1870 was passed, and in which 1t
was held that a trademark could not be patented as a de-
sign, In discussing the only provision of the Statute un-
der which it might be possible to patent an ornamental
design which was not applied to any particular goods,
that 1s, the provision ‘‘any new and original impression,
ornament, ete.’’, the Commissioner said: ““This manifest-
Iy refers to the external ornamentation of manutactured
articles, and it requires, first, a speecific article of manu-
facture to be ornamented; and sccond, an impression,
ornament, pattern, print, or picture to be placed upon it.?’

In the Whyte case this ruling is referred to with ap-
proval, with this comment :—

‘“It is not recalled that there is any adjudication of the
Courts upon the validity of a design patent, which con-
tains no specification of the class of goods to which the
design is applicable”’.

1-—1870 C. D, 109,
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The views expressed in these early cases were subse-

quently followed. In the case of ex parte Gerard! it was
announced that:—

‘““The invention which is the subjeet of the design

patent cannot exist separate and apart from the article
of manufacture.’’

In 1898 in the case of ex parte Hill and Renner? in
which an attempt was made to patent a design for a
show card holder, two forms being presented, the Com-
missioner criticised the disclosure on the ground that
the application was not Iimited to a ‘‘single article of
manufaeture’’ as required by the statute. In the case
of ex parte Amberg® the applicant desired a patent for
a ‘“‘design for banners, badges, buttons, and other deco-
rative devieces and displavs.’? In other words, he de-
«1redd a patent for the artistic surface ornamentation
which he had invented. The i1ssue was here met directly
by Commissioner Duell, who said :—

“Granting; the applicant’s contention 15 correct that
the design is a surface ornamentation that may be placed
on other articles than that shown, vet from s deserip-
tion this surface ornamentation has been applied or pro-
dueed only on a flag or banuer. Applicant has not 1in-
vented or produced this design on any other article of
manufacture than a flag or banner. He should confine
the title of the invention and the claim to what he has
produced and shown and deseribed in his application,
leaving to the courts the question as to whether he may
use it on any other article than a banner or flag or
whether any other party using it on other devices would
infringe his design . This 1s the gist of the present
practice.’’

1-—43 0. G., 1235; 1888 C. D., 37.

2—82 0. G., 1988; 1808 C. D., 38.
3—84 0. G., 507; 1898 C. D, 117.
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To the same effect is the ruling in the cases of ex parte
Hartman'; ex parte Hewitson® and ex parte Reming-
ton®.

This interpretation of the statute was in various de-
cisions regarded as in accord with the ruling of the
Supreme Court in the Gorham case in which this state-
ment oceurs :—

‘““The apperance may be the result of pecuharity of
configuration, or of ornament alone, or of both conjoint-
ly, but, whatever way produced, it 1s the new thing or
product whieh the patent law regards.”’

In a number of cases the question has been raised
whether a certain definite article is an ‘“article of manu-
facture.’”’ In the case of Crier v. Inmes? such an article
was defined in this manner :—

“It 1s next contended that the patent is invalid be-
cause it relates to a monument whicn 1s not a ‘‘manufac-
ture’’ within the meaning of the design patent statute.
We think this contention not well founded. A monument
is manufactured, and in our opinion, is a ‘manufacture’
and not, as nrged by the defendants, a species of archi-
tecture. It comes within the dictionary definition of the
former term, and i1f we go beyond that and look at trade
usage, we find in the present record the defendants’ own
witnesses deseribing themselves as monument ‘manu-
facturers,’ and speaking of manufacturing monuments.”’

The term ‘‘manufacture’ may not be extended to
include a class of goods. The term ‘‘table-ware?’’ is
too indefinite®.

1—84 0. G., 648; 1898 C. D., 120.
2—87 0. G., 515; 1899 C. D, 77.

3—114 0. G., 761;: 1905 C. D., 28.

4—170 F., 324.

5—Proeger 57 0. G., 546; 1891 C. D., 182.
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In holding that a dwelling house is not a ‘“manu-
facture,’’ and therefore not entitled to protection under
the design patent act, the Commissioner of Patents in
the case of ex parte Lewis! said:—

“The word ‘manufacture’ must be limited to manufac-
tured articles, that is to say, articles made by hand, ma-
chinery, or art from raw or prepared materials, and any
construction that will make it include a dwelling house
or any other article of realtv would involve such a de-
parture from the received signification of the word as
employed In statutes relating to patents as to be wholly
madmissible?’.

In the case of Graff, Washbourne & Dunn v. Webster? in
holdimg a design patent for a border seetion of a dish
valid some apparent foree is given to the view that a
fragment 1s patentable. In that case the court said it
would seem that an 1mventor could patent some compo-
nent detail of his design. The court may, however, have
regarded the border seetion as an independent article
of manufacture.

The Cireuit Court of Appeals of the Scceond Circut
held the Tomkins patent for a design for a bed spring
invalid for lack of patentability or not infringed®. Al-
though the Court did not direetly so rule, the question is
worthy of serious consideration whether the invalidity
did not result in reality from the failure of the inventor
to disclose 1n the drawing or describe in the specification
a complete artiele.

1t is difficult lowever to reconcile the practice of 1ssu-
ing some design patents with the rulings of the Office re-
quiring a definite article of manufacture to be specified.
Patents, for instance, have been issued for a design for
the ‘“backs of playing cards?’.

1-—54 Q. G., 1890; 1891 C. D. 61.
2—189 . 902. _
j—James E. Tomkins Co. v. New York Woven Wire Mattress Co.,

159 F. 133.
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The very recent cecision in the case of ex parte Fuldal
changes the practice relative to that class of designs
which reside in superficial ornamentation. In this case
the Commissioner said :—

‘““Where the design is for the form or configuration or
involves the relative proportions of parts of an article
of manufacture, said article of manufacture must neces-
sarily be disclosed in the application. Where, however,
as in the present case, the design 1s for an ornament
adapted to be applied to any article of manufacture, I
fail to find in the statute any requirement that the ap-
plicant shall disclose Ins design as applied to some par-
ticular definite article of manufacture, as required by
the Exanminer.”’ |

Even hefore the decision in the case of ex parte Fulda,
supra, was rendered, patents were issued in which the
speeification recites that no novelty is claimed in the
shape of the article®. Surface decoration is the orna-
mental feature of these designs.

13. Machine Not Patentable As a Design.—The terms
“art”’, “machine”’, “manunfacture’’, and ‘‘composition
of matter’’ have a well recognized meaning in the patent.
laws. While scetion 4886, Revised Statutes permits the
erant of a patent for any new invention in any of them,
seetion 4929 names only a ‘‘manufacture’ as proper
subject matter for a design patent. A machine there-
fore ix not proper subject matter for a design patent.
This has been repeatedly so held in Patent Office de-
cisions.?

There are some cases m which the question whether a
device is a manufacture or a machine is a close one.
Some aid in determining 1t may be obtained by consider-
ing some of the decisions on this question.

1—3194 0. G. 549 (August, 1913).
2>—Patents 44421, Smith, and 44381, Owen.
3—Adams, 84 O. G., 311; 1898 C. D. 115; Steck 98 O. G., 1228;.

1902 C. D. 9.
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In ex parte Smith! it was decided that an atomizer was
not proper subject matter for protection under the de-
sign statute becaunse of the presence of movable parts
which when moved changed the appearance of the de-
vice. It apparently was the view of the Commissioner
that if the movable handle was removed it would not be
objectionable as presented and a patent was subsequent-
ly issued on this application for an atomizer body? In
the case of ex parte Tallman® a design patent for a can
opener was refused on the ground that the knife forming
a part of it was a movable part and when shifted the
shape or contour of the article was changed. A patent
for a can opener bhody was subsequently issued on this
applicationt. A pair of tongs consisting of two members
of the same shape pivoted together i1s an operative de-
vice and not within the purview of the design laws®. In
this case the Commissioner stated:

“If applicants have invented and produced anything
that is novel, 1t i1s not a pair of tongs, but the shape or
configuration of a member or jaw of a pair of tongs. The
deseription and claim should be limited to this’’.

In the case of ex parte Adams, and ex parte Steck, -
supra, a design for truck side frames and for a frame
for water towers, respectively, were held not patentable
in that they were apparatuses having movable parts.

The design patent to Hill No. 27,272, for a furniture
support consisting of two parts which were joined to-

gether in a wayv that permitted them to be moved, was
held valid in the case of Chandler Adjustible Chair and
Desk Co. v. Heywood Bros. and Wakefield Co.° The

Court in this case thought that the broad proposition

LE

1—81 O. G., 969; 1897 C. D. 170.

2__-Design Patent No. 30,293, DeWane B. Smith.
3—82 O. G., 337; 1898 C. D. 10.

4+—Design Patent 28,232, Tallman.

5—Kapp, 83, 0. G., 1993; 1898 C. D. 108.
6——91, F. 163.



e e

30 ~ PaTeExTs ¥or DEsSIGNS

that the design law was not intended to apply to strue-
tures having movable parts was not supported by any
judicial deecisions, and that to hold this desk support,
made up of two parts which might be raised or lowered
to vary the height of the desk, was not a ‘“*“manufacture’’
was an unwarrantable and unreasonable limitation of
the term as used n the statute.

14. Superficial Ormnamentation.—Some forms of sur-
face ornamentation are applicable to many different ob-
jects. The question then arises why a patent for a par-
ticular ornamentation shounld not be granted so that the
imventor will not be dircetly or indirecetly hmited to the
use of his surface decoration on any particular object.
An ornamentation which might embellish a door knob
mayv he equally applicable to a curtain pole, a hgliting
fixture, a handle, a picee of glassware and many other
articles. Why should he be eompelled to speeify any
article when by doing this he might Iimit the right to the
use of his mvention, for it is possible that another might
use his decoration on an article so different from the
onc specified by the mventor that a court would not hold
the second user an mfringer. This 1s improbable but 1t
is a reasonable contingeney against whieh an mventor
mav well desire to proteet himself. The answer of the
Patent Office to these questions has been that 1t 1s neeces-
sary under the statute to point out definitely an article
of manutacture (See Section 12).

There 1s some interesting discussion of this question
in the cases of ex parte King' and ex parte Wm. Whyte-.
In both of these cases there were under consideration
ornamental designs which the Commissioners who con-
sidered the cases thought were trademarks. Theyv were
however decorations of the character which if placed
upon a badge, emblem or sinnlar article, would probably
be regarded as proper subject matter for a design pat-

np———

1-—1870 C. D., 109.
2—1871 C. D., 304-306.
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ent. In both of these cases the subject matter of the ap-
plications was regarded as a trademark, but the direet
statement 18 made that for a design patent to be valid
it must specify the particular article to be decorated.
These decisions rendered at a time when the law enumer-
ated as one of the subjects of proteetion ‘‘any new and
original impression, ornament, pattern, print, or picture,
to be printed, painted, cast or otherwise placed on or
worked mto any article of manufacture’’, are of some
value in reaching a correet conelusion on the question
whether a patent for surface ornamentation, per se, is
valid.

My, Fenton in ns work refers to the deecision i the
cax¢ of Booth v. Garrelly, 1 Blateh, (C. ) 2477 as in-
structive for the reason that the patent under consider-
ation comprised two claims, one for the configuration of
the article, a button, and “‘the other for the surface or-
namentation of the completed button.”’

The diseussion of the subjeet of surface ornamenta-
tion which appears in the case of ex parte Gerard® i1s
imstruetive. 1t was pomted out that a patent might he
obtained for a stove ineluding the shape of the stove with
the surface ornamentation of its sides and top, but that,
““ In sueh case he can not secure a claim for the design as
to ornamentation as applied to the sides and top of any
stove, regardless of its form and configuration”’.

The deeisions 1 the cases of ex parte Proegers;, and
ex parte Hartman? are usually rveferred to as prohibit-
ing the grant of a patent for a surface ornamentation.
The rulings in these cases however, are directly to the
effect that 1in order to obtain a patent a particular article
of manufacture must be specified. A patent was granted
to Proeger in which thie claim is for ‘“the design for a
vessel’”.

1-—Fenton on Designs-—pp 9-10.
243 O. G., 1235; 1888 C. D. 37%.
3—57 0. G., 546; 1891 C. D. 182,
$—84 0. G., 648; 1898 C. D. 120.
'—-Design Patent No. 21,181, Proeger.
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A patent now is granted in accordance with the ruling
in the case of ex parte Fulda! for a design consisting of
surface ornamentation.

15. Unitary Structure.—The attempt has often been
made to secure a patent on a device which is not a single,
unitary structure, the Patent Office holding that the term
“article of manufacture’’ means such a structure and
not two or more parts, although they are joimed togeth-
er. Some idea of what is meant by the term ‘“‘umtary
structure’” mayv be obtained by a consideration of those
strunetures which have been held not umtary.

In the earliest reported case found bearing on this
subject the question whether a patent should be issued
on a design for a glass inkstand and a glass stopper was
discussed®. The Commissioner ruled that the mkstand
and stopper did not constitute a single umtary design
for an article of manufacture’ and that both were not
patentable in a single application. As another objection
to granting a single patent on both the inkstand and the
stopper this was presented :—

‘“ Another consideration of importance 1s, that the rel-
ative position of the two parts, when conmected, ought
to be uniform and fixed, in order to constitute a design,
which is, as a general rule, a thing essentially unitary
and unvarying in character. A design can not embrace
in its scope alternates or equivalents of form. It is arbi-
trary and unchangeable, either by the separation or the
rearrangement of its features. In this case it is obvious
that there is nothing in the construetion presented to
preserve the alleged design shown, even when the stop-
per is in place, for it may be turned out of parallelism
with the square of the stand, whereby the esthetic eftect
deseribed will be violated and the original design de-

1—194 O. G. 549.
2—Bloomfield Brower, 1§73, C. D., 151.
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stroyed. It would then be like a Capital misplaced on
the shaft of a column.?”’

During the time when a plurality of elaims was allow-
ed the Office held that a claim for a ‘‘definite, segregable,
distinet part’’ of a deviee was allowable, but that a claim
for a part of an entire whole was not allowablel. Mnr.
Fenton has well stated the law on this subjeect:

“Unity of design constitutes another very important
question in design cases, and it may be laid down as a
general rule that where there is no necessary connection
between two designs or parts of a design, there is an
abhsence of unity to render them a single patentable de-
sign,”2 '

citing ex parte Patitz®, and ex parte Gerard!.

A eradle supporting frame and a cradle body were held
not to be a unitary structure although used together®.
They were two separate designs. So also were two cast-
ings whieh were adapted to interlock to form a joint®.
As these castings bore no resemblance to each other in
shape or configuration, they did not constitute a unitary
design but were merely an aggregation of two designs.

16. Design and Copyright Protection.—There are
some articeles which may be subject to protection under
either the copyright laws or the design laws. Whether
they should he entered under the former, or patents
should be obtained under the latter depends upon ecir-
cumstances. While dolls, toys, tools, glassware and
many other similar articles are not subject to copvright®,

1—Pope, 25, O. G., 290; 1883 C. D. 74.
2—Fenton on Designs, p 16.

3—25 0, G., 980; 1882 C. D. 101.

1+—43 0. G., 1235; 1888 C. D. 37.
v.——Haggard, 80, O. G., 1126 1897 C. D. 47.
6—DBrand, 83 O. G., 747; 1898 C. D. 62.
-—Rule 12, Bulletin 15, Copyright Office.
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paintings and sculpture are, and under the title, seunlp-
ture, a statue or statnette would be eclassified which 1s
also subjeet matter for a design patent!. Design patents
have also heen 1ssued for picturese.

The very important question arises whether protec-
tion mav he ohtained under both laws for those objects
which are capable of protection under ecither. The sub-
jeet 1s diseussed at some length in the case of Louis De
Jonge & Co. v. Brenker & Kessler Co., in which 1t 1s
stated that the precise question had apparently never
been counsidered before. In c¢his case the subjeet matter
under consideration was a small water color entitled
“Holly, Mistletoe and Spruee?’’. It was mtended to be
used for a faney paper design to cover hoxes and other
articles for the holiday season. It was, however, the
Court stated, a work of art when 1t was completed by
the artist. Relative to protection nnder the two laws the
Court said :—

“Since 1t was qualified for adinission into the two stat-
utory classes, I sce no reason why 1t mght not he placed
m cither. But it conld not enter bhoth. The method of
procedure, the term of protection, and the penalties for
infringement, are so different that the author or owner
of a painting that is eligible for both classes must decide
to which region of intellectual effort the work is to be as-
siened, and he must abide by the decision. Ordinarily of
course, there 1s no difficulty. Not many paintings are
suitable for use as designs, and only a few designs pos-
sess the qualities demanded by the fine arts. But it is
easily concetvable that here and there a painting may be
cligible for either class and the water color i question
is, T think, an excellent example. Such a work may be
used in both the fine and the useful arts; but it can have
protection in only one of these classes. The author or

1—Design Patent to Pretz, No. 39,603.
2——Design Patent to Chapman, No. 43,667,
3——182 . 150,
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owner 1s driven to his clection and must stand by his
choice.”’

The copyright obtained in this case was held invalid
hecause of the failure of the proprietor to give the prop-
cr copyright notice on the copies exposed for sale. The
ruling of the lower court upon the invahdity from im-
proper notiece was affirmed on appeal®.

17. A Trademark Not a Design.—The distinctions be-
tween a trademark and a design have not always been
kept clear. A frademark has been defined as ‘‘the com-
mercial substitute for one’s autograph?’=. It 1s usnally
referred to as a distinetive and arbitrary mark used to
indicate origin or ownership of the goods npon which 1t
1s placed®.

Soon after the passage of the Act of 1842 attempts
were made to protect trademarks under that Aet, and
some two hundred design patents were issued for ““de-
siens for trademarks”’. It was never the mtent of the
" design law that trademarks snould be patented under 1it.
This was pointed out by Mr. Upton who wrote a treatise
on the subjeet of trademarks in 1860, This practice of
eranting patents for trademarks was continued until the
deeision 1n the ease of ex parte Wm. King was rendered
in 1870°. The trademarks which were patented as de-
siens were sueh marks and labels as are commonly used
on tobacco, medicines, soap and other goods: The ruling
in the King decision, supra, was adhered to in the case
of ex parte Wm. Whyte®.
1-—Louis De Jonge & Co. v. Brenker & Kessler Co., 191 F. 35.

:—Leidersdorf v. Flint, No. §219 I, C.

»—5ee definitions of a trademark in Elgin National Watch Co. v.
lllinois Watceh Case Co., 179 U. S., 665; Davis v. Davis, 27 F. 490;
Newman v. Alvord o1 N. Y. 188; Standard Paint Co. v. Trinidad
Aspha't Mfg. Co., 220 U. S. 446: 165 O. G. 971; 1911 C. D. 530.

4—Upton on Trademarlxs, pp 18-19.

5—1870 C. D., 109.

t—1871 C. D., 304. For a discussion of this subject see Vol.
CVII No. 16 p 33 of the Scientific American, Oct. 19, 1212, “Early
Attempts to Protect Trademarks’” by Wm. L. Symonus.




36 | Parents For DESIGNS

The case of Hoeb et al. v. Bishop et al.! is a peculiar
one. In that case an ornamental badge which was at-
tached to a cigar by means of a pin was claimed to be a
trademark by the dealer who first put out cigars with
this badge on them. The Court thought the badge was
an object of value and capable in i1tself of ownership and
that it could not therefore be a trademark. If, the Court
saild, this was a trademark such a holding would lead to
the result that any two salable articles of merchandise
might he attached together and that one might be claim-
ed as a trademark of the other. Proper protection in
this case apparently could have been secured under the
design patent laws.

The Patent Office having decided that a certain device
15 a design for which a patent has been issued will not
grant to another registration of this same design as a
trademark. To do so would ecast a shadow on the right
of the patentee®.

Registration of a design the patent for which has ex-
pired will be granted if use of the design as a trademark
is-shown in accordance with the statute®.

In holding a design patent for a horseshoe calk invalid
the Circuit Court of Appeals of the Second Circuit stat-
ed :(—

‘“The designer of articles of manufacture not other-
wise entitled to receive design patents can not justify the
issuance of such patents on the theory that the design is
a trademark’’.

In this case the court thought that the shape of the
particular article under consideration could only have
the effeet of advising the purchaser that the calk was

e e speeellielielele—

1—49 0. G., 1845; 1889 C. D. 695.

o—Lee & Shepard, 24 O. G., 1271; 1883 C. D. 66.

3—King, 46 0. G., 119; 1889 C. D. 3.

1+—Rowe v. Blodgett & Clapp Co., 112 . 61; 98 O. G., 1286; 1902
C. D. 583; see also Coats et al. v. Merrick Thread Co., 149 U. S., 562;
0. G. 1631; 1893 C. D. 373.



INTERNAL STRUCTURE 37

made by the patentee; the calk was not ornamental or
attractive.

It 15, of course, well established that the name of a pat-
ented article is not a valid trademark, and this rule was
applied in a case involving a design patent.! After the
design patent had been secured on the 1mage known as
“Bilhken” an attempt was made to register the word
as a trademark for images. This was refused. At the
expiration of the term for whieh the patent was issued,
the publie is entitled to manufacture the design covered
by the patent. The grant of a trademark would prevent
the use of the deseriptive term “‘Billiken’’ for that de-
sien which is the only term by which 1t could be properly
designated.

An ormamental feature of a fire alarm box (the well
known Gamewell fire alarm box) was refused registra-
tion as a trademark®. The ornamental casing 1f new
would probably have been subjeet matter for protection
under the design patent laws. An effort to register the
ornamental feature of a spoon as a trademark was un-
successful®.

18. Internal Structure.—The definitions of a design
patent (section 4) show that i1t rciates to appearance;
to the effeet on the mind through the eye. It therefore
follows that the inteirnal structure of an object can not
be made the subject matter of a design patent, or be con-
sidered as an element in determining the question of pat-
entability. This 1s pointed out in the case of Feder v.
Poyet®.

An attempt to show a wire or bar which in the com-
plete article for which the design patent was desired was

1—The Craftsman’s Guild, 143 O. G., 257; 1909 C. D, 91.

2—The Gamewell Fire Alarm Telegraph Co., 185 0. G. 827; 1912
C. D. 394,

3—O0Oneida Community, Ltd., 190 O. G., 1027.

1+—89 0. G. 1343; 1899 C. D. 218.
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hidden was not successful. The Commissioner of Patents
sald that this bar was a feature of internal construction
and should therefore not be disclosed in the drawing!.
This ruling was subsequently approved?.

In the case of ex parte Kohler? relative to the require-
ment of the Examiner that the applicant cancel a figure
which showed internal structure, the Commissioner of
Patents ruled:—

““‘Fig. 3 shows the design in cross section, and 1t 1s very
clear that the article will never have this appearance to
any one seceing it. The petifioner says that this figure
does not show the interior construction of the article,
since there is no interior construction shown, and in this
way he seeks to distinguish this case from ex parte Colt-
on, (104 O. G., 1119). It is, nevertheless true, that this fig-
ure shows the construction rather than the appearance,
for, as above stated, the figure has an appearance which
the article itself can rever have. The drawing should
illustrate the design as it will appear to purchasers and
users, since the appearance is the only thing that lends
p:itentability to it under the design law.”’

It does not follow that sectional views are entirely pro-
hibited. If a cross section clearly illustrates a feature of
the design and 1s not used for the express purpose of
showing internal construction, such a view is permiss-
iblet. In the Lohmann case the Commissioner of Patents
expressed the opinion that the sectional view showed
clearly that the surface ornamentation was in relief and
not intaglio®.

1—Tucker 97 O. G., 187; 1901 C. D., 140,

2— Colton, 104 O. G., 1119; C. D., 156.
3—116 O. G., 1185; C. D., 192,
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