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Befove the How, Comm'r of Putents,

IN THE MATTER OF THE

EXTENSION OF MORSE’S PATENT.

Argument jfor the Applicant.

Tha invention secured by the patent of 1848—the exten-
gion of which is now sought-—is but a part and parcel of
the magnetic telegraph a8 invented by Professor Morse. It
is for a scombination of certain elements, most of which had
been invented by others, which was necessary to complete
kis previous invention, patented in 1840. '

“When Morss flrst conceived the design of a telegraph
which should record intelligible characters at a distance, he
supposed the galvanio impulse could rot be semt through a
wire but of & few miles in length with sufficient foroe to en-
able his recording instraments to work with efflcienocy, still
that force wight be sufficient to break and close a new cir-
ciiit at the extremity of the first; so that a new galvanic
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impulse shonld be created by means of a battery placed in
this second circuit, which should be equal to and simultaneous
with that created by tha closing of the first cirouit, and thus
on from station to station, until the ead of the line was
reached, where the battery of the terminal ciroumit would
work the register which should record the message. 'This
invention lies at the basis of the improvement which was
consummated by the invention patented in 18486,
Subsequent discoveries and inventions revealed the fact
that the distances between these relay circuits might be much
greater than was at first supposed, and that they might each
be hundreds of miles in extent. Still the same principle io
even yst observed wherever the distance is too great for a
single circuit. The relay circuite upon this or some other
plan carry forward the impulse to the end of the line, where
a register worked by what is now known as a “ local oire?

records the dispatch.

The idea of this lcoal cirenit at the end of the line is fairly
embraced in Morse's patent of 1840, There is no eviderce
that he then conceived the idea of making that circuit aa
short as it is now generally made. But it was well known
that the shorter the oircuit the more powerful would be the
working of the register. Morse certainly contempiated
making it so short that it would work effectanlly. Beyond
that there was no invention ; it was orly experimental adap-
tation.,

Suppose after 1840 some one else had applied for a patent
for this local circuit at the end of the line, would the Office
have granted it? Would not the reply have been that
Morse's invention covers that very ground, so ftar as the
guoestion of patentability is conocerned ?

This, then, together with hns register, alphabet, and some
other matiers of less 00nSeqUARcS, mmsmutad Morse's inven-
tion patented in 1849,

P“-j"ﬁ! b 2y - W

o
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Still it had some great defects. It only provided for send.
\ng messages to the end of the line. In order to provide for
sending a message to a way station, 8 distinct independent
line wonld be necessary from the point from whence the
message was to be sent to that at which it was to be received,
which would ceuse a great multiplication of lines in order
that messages should be sent to any considerable distance
without being registered frequently by the way, and then
re-sent.

Another inconvenience was found in the fact that distinct
lines were necessary for return messages, as the information
could only be transmitted in one direction through these
relay cirouits.

To overcome both these difficulties required the invention
which was patented in 1848, This patent consists of three
claims. Two of thess wre for original contrivances, which
would be considered of some importance, were it not for the
vast superiority of the third, which causes the others to be
disregarded. This is the only one which I shall now con-

gider.

Thie muin olaim is merely a combination of old contrivan-
oes, Sowme of these had been invented by Morse, as shown
in his previous patent, None of these are of course new in
this patent.

The consrivance of breaking and olosing one cireuit b
means of another, and which in the patent of 1840 was only
applied to circutts lying along one main lire, or located at
its extremity, is here used to drop messages by the way or
to send them off in & lateral direction, without in any man.
ner interfering with their flight along the main line to its
terminus.

Whenever it 1n desirable to fix a lateral circuit, or to es-
tabhsh & braneh line that shall te worked from the initial
noink of the main line, a receiving wmagnet is placed, the coils
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around whioh are so connected with the conducting wire of
the main cirounit that the galvanic current tranamitied through
that wire passes through this coil a8 it goes, and thus oper-
ates on this magnet in precisely the same manner and at tho
same time 28 on the receiving magnet at the end of the lins,
It may thus be made to break and close a circuit at that
point, just as it does at the terminal local circuis, either for
the purpose of working a registering apparatus at that point,
or of transmitting the eame message which is passing alcng
the main line t0 any distanos in & lateral direction, and
which thus |
¢ Spreads undivided, operates unspent.”

And more than this: As it is found that galvanism e¢an be
transmitted through long lines without a resort to relay cir-
cuits, the same wire which conduocte the current in one direc-
tion allows it to retarm in the other, so that one single wire
supplies the local circuits along the line, and those at the
end lot the messages come from either direction. This is the
sura and substance of the patent of 1846.

This contrivance was not made untii 1843 or 1844 but it
was placed woon the fiyat line of telegraph that was ever
consitnedal, - The patent was apwlied for within two years
vheraafier, so thet 18 did not become public property.

Now, it is said that both Wheatetone and Davy invented
Yocal circuits, which were worked in combination with a main
line long before Morse’; invention of the sabject-matter of
bis patent of 1848; that these circuile were operated in sub-
stantislly the same msnmer a8 Morse's, and that Morse only
sabetituted one contrivance in place of another wall known
equivalent. In proof of this assertion, we are cited to the
English pateat of Cooke and Wheatsione, of December 12,
1887, and that of Edward Davy, of January 4, 1833,

If this be troe, the patent of 1848 is certainly invalid,
The substituiion of any dewice in place of iis well known
equivalent 18 never a ground of patentability, unless some
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new principle is thereby brought into operation. Sottie spe-
cial effect must be produced by the one, which is not found
in the operation of the other, in order to render the subsii
ution patentable.

But if this patent is invalid, there must have been at least
two erroneous decisions of this Office, as this patent has
been once re-issued. The examiner who, since this applica-
tion was meds, has reported that the combination of the
main and local circuits, as shown in this patent of 1846, was
new and patentable, was also in error. But more than
either, the Supreme Court of the United States, in the case
of O'Reilly vs. Morse, (16 Howard 121) hae committed an
egregious mistake, for they have there deliberately and
unanimously decided that this patent of 1846 was valid,
Surely your Honor should hesitate before coming to a dif
fereps conclusion.

But by an examinstion of these patenis »f Wheatstone
and Davy, we shall be led unavoidably to the same conclu
sion as the Office .gnd the Supreme Court have reached.
Wheatstone did nct use his local eircuit tor ordinary tele-
graphic purposes, but only for sounding an alarm. It was
not a lateral local cireuit at all, but was merely intended o
bs used at the end of the line like the terminal local circuit
shown in Morse’s patent. of 1840, Whether lateral local
circuits could be constructed on that principle I will nos
attamnpt to say, but anrely not without other important con-
trivances than those described in his patent of 1837,

it 18 true he speaks of sending messages to points on either
side of the main line, but it is only by having independent
wires etarting fror. the initial point and termivsting at the
pomnt wkhere the dispatches are to be received, iIn & manner
entirely analogous to that whicl would be pecessary to effect
like purposes by means of Morse's invention patented in
1840, gg shove shown.
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The same observations will apply to Davy's contrivance
patented in 1839. The local circuit is at the end of his lire,
and no provision is made for vlacing it anywhere else.  He
contemplates the use of relay circuits just as Morse does in
nis first patent, but nothing in his specification evinces the
least Imtention on his part to provide lateral cirouits analo-
gous to thosc of Morse as patented in 1848, -

Neither of these contrivanoces, themﬁ}re, come In &ny
manner into interference with that patented by Morse in
1846, but they both do, to some extent, interfere with his
patent of 1840. Now who was the first mventor of this in-
terfering contrivance?

W heatstone’s invention, under our law, can only take date
on the 12th of December, 1887, the day of the enrolment of
his patent; and Davy 18 more than a year later. Now
Moree's own testimony given in the French and Rogers’ suit
was by agreemen: made svidence in this case. In that testi
mony (see the case of Krench vs. Rogers, vol. 1, page 168 -'9,)
Professor Morsa says, “that he compieted the imvention
patented in 1844) as early as the Spring of 18877 As this
evidence is uncontradicted, it is conelusive, and settles the
priority in favor of Morse. “

If Morse, therefors, in hia patent of 1840, had included a
genoral ¢claim to breaking one galvanio cirguit by means of
another—which might have been done then, and which may
still be done through & reissue-~he could havoe effectually
prevented either Wheatstono or Davy from using their
respeotive inventions of local circuits in any part of the
United States without his permission. Instead, therefore, of
either Davy or Wheatstone having anticipated any invertion
which haa besn patented by Morss, botk their inventions
have beon anticipated by him, so {ar as they ccoupy analo.
gous ground to his, Morse is, therefore, the inventor of the
electro-magnetic telegraph, which was first embodied in his
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patent of 1840, and perfected and made what we now find it
by the inventior. patented in 1846. -

Steinhiel’s contrivanceerected between Munich and Bogen-
hausen, ip 1887, was in no way similar to that of Morse.
It was a needle telegraph; did not use the attractive power
of the electro-magnet, and had nothing analogous to the
local circuif, either terminal or lateral. Ii is not relied
vpon by tho contestants.

The question of patentability is therefore disposed of.

As to its utility there can be no doubt. It is admitted by
the counsel now conducting the case for the contestants.

Is the invention valuable and important to the pubhc
and how much so?

That it is valuable is self-evident.

At ‘present I shall consider the telegraph generally. I
shall presently inquire into the relation of this patent to the
whole subject' of the Morse ielegraph, and to other tele-
geraphs. (See Mr. Kendall’s reply to interrogatories 18 and
19; Field’s reply fo Interrogatory 4; Robinson's reply to
interrogatory 6; Gamewell’s reply to interrogatories 6, 7, 8.)

As to diligencs, also, the.evidence is superabundant. It
shows the greatest energy and perseverance on the part of
Morse. (See especially the auswer of French to interroga-
tory 2, and that of Kendall to interrogatory 21.) There is
no testitnony on the other side to contradict.

We come now to the only remaining question—that of
adequaey and oompensation.

How musch has been received by him ? The law (20t of
18386, §18) requires the patentee to furnish a statement under
oath of his receipts and expendnums. -

This has been fully done. It is enough, uniess contra-
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dicted ; which has not been attempted, except as will be
mentloned hereafter.

But we have not relied alone on this statement. Mr. Kon.
dall kept the amount of sales of patent rights, and his evi-
dence proves the statement filed to be correct. (See reply to
int. 10.)

‘What was the fair value of these stocka? We have set

them down at what they would now be worth if the patent is
not extended. There is no proof that they are undervalued.
This, at most, is all that should be charged against us on that
ccount.

The aggregate receipts, as shown by

our statoment, amount £0...c.veves.. $861,468 86
| 504 ¢ 1T T 181,269 65
Net recoipta...coreveenssscesroncence. casans $170,199 81

Tsus thig amoum 1s much too great, for twlo reasons:

Firgt--Mores took these stocks because he could obtain
nothing else. (Mr. Kendall in reply to inf. 18.) He should
be charged only with whas they could then have been sold
for, as it would be unjust to require him to hold them at his
own risk, and then charge him with their value after the tel-
egraph had preved a success.

Mr. Kendall, in reply to int. 15, says, that af the time they
wero received they would not have brought more than 15
per oeut, of their par value, This, then, is all that can justly
be charged against him cn that score.

Suppose, that in order to zell, he had been compelled to
take his pay in lottery tickets. If, when he applied for an
extension, he shouid ssy, “ My tickets all drew blanks, and
therefore T have received nothing;” wounld this pomtion be
gustained -

Or, if they bad drawn prizes amounting to much mors
tiwen the nominal value of the tickets, should ke be charged
with the wholc?
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He should, in either case, be charged with just what those
tickets would have brought if placed in the market at the
time they were received, and no more,

Le$ us now.apply the same rule here. A small portion of
these stocks have been sold for cash, at a higher rate than
an average of 16 per cent. These we have regarded ss cash
at the price received, and have so charged ourselves, But
the greater portion is still held by us. These, at par, amount
to $686,000. At 15 per cent. they would be worth $87,757.60
only.

Now, in our statement of receipts and expenditures. we
have charged ourselves with the gross receipt of $164,795,
as being the present value of the stock which had been
received for interests in these patent rights prior to the exten-
sion in 1854. Of this gross sum, $68,845 was paid to Mr.
Kendall, leaving a net sum of $85,950 for Morse.

The amount of these stocks which each of these parties
received, if estimated at 15 per cent. of their par value, would
have been in round numbers $49,000 for Morse, and $39,000
for Kendall. Subtracting from ,the amount with which we
have charged curselves on account of this stock, the sum
which that stock would have amounted to at 16 per cent, of

par value, and we havo..cciiceereenierenns civecens $856,9560
Subtracting..ceccsecerorasecracenenns deresnsararsscarens 49,000
Leaves an overplus of......cocceuuenuess vevsesessas $56,950

Second—Again, we have charged ourselves with dividends
received on this stock to the amount of......... $130,544 838
Add t0 thiB....evseriierseiesorerenirencssesnssannces 86,850 00
Makes an aggregaio of...coceciecerenniriseracisean $167,484 83

All thip, 88 I think I sball show, is an overcharge which,
slthough carried into the siatement, may be motlﬂed in the
making np of your Hopor's decision.
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But besides all this, an error has been pointed out to your
Honor in the statement of the receipts, amounting to $44,0688,
which has been charged twice over by mistake. These cor-
rections being made, will leave the net receipts, as Bhown in
the following computation :

Dividends which should not be charged......... $130,644 88
Excess in value of gtock.....ccvvvevienvannniniin 36,260 00
Erroreecvececenorsencacnses vhenserenseenas sevesesersrcae 44.5688 00
TOtAL eevererersssssersansearssnsensrencreess $212,077 88
Reported net receipts......ccecvsvseveen. veiteenses $170,199 81
Excess in value of stocks to Kexnaall........... 39,000 00
Excess in expenditure by Morse........c.u...e. 21,000 00
$280,199 81

RT3 471 27 1 N 212,077 88

Lo VE e vaocecnen socssaosesssencsnasnanansen $18,151 68

The $21,000 is a charge of $1,000 per annum for the time
while Morse was perfecting himself as an argist. I think
this 18 not a fir charge. The $39,000 is the deduction that
ghouid be made on the value of stocks paid to Kendall, if
the price 18 to be rated at 16 por ccat. of their par value.

Adding these to that side of the account will correct the
error.

If, therefore, the price of the stocks is reckoned at 15 per

cent, of their gross amount, and if we strike out the charge
for aividends received, and then corcect the error resu'ting

frow the doubie charge of $44,683, the entiro amount re-
ceived by Morse as uet profits on both patents is only
$18.121.98. The rest has all resulted from his investments.

Supposs Morse hed sold for cask, and had loened ths
monsy at 1terest, would he have beer charged with that
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interest? If he had invested it in stocks, should he be
called on to acoount for the dividend? May not this be re-
garded as such an investment in stocks?

It seems, then, that nearly all the net receipts with whioh
we stand charged result not from the invention, but from a
judicious or fortunate investment. Qur lottery tickets drew
prizes.

Had Morse sold his stocks for what they would bring at
the time they were reseived, the purchaser who was willing
to risk his morney would have reaped all the advantage
resulting from the risein value of the stocks, as well as from
the dividends which Prof. Morse bas done.

But we are told that if Morse put in his patent into a part-
nership concern, in which others advanced the necessary
funds, and apportioned his interest in stock, this is not a
gale of his patent to the company, and he should account for
the present value of bis interest, and also for the dividends
received. That may &all be true, but were such the faots of
this case?

Mr. Kendall is an uncontradicted witness on this doint.
In answer to interrogatory 15, he says these transac¥ons
were absolute unconditional sales. -

Now, how is it attemptod to show that our ecoount of
receipts and expenditures is incorrect? ~ Not by contradict.
ing one single item of it, but by saying:

1st. That F. O. J. Smith made $500,000 out of one-fourth
interest in the invention, and therefore Morse must have
made more than twice that amount out of the ten-sixteenths
still held by him. But the evidence shows that the amount
given by the Awmerican Telegraph Company to Swith was
not alone for his telegraph interest. They had been at war
with him for years, and they gave this anm {o buy their
pesca. Morse would not kevs ievied black-mail in that
ARIOT. *
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2d. Again, it is said that in 1852 Morse made a sworn
statement that he had then paid Mr. Kendall $200,000 in
cagh ond stocks. DBut if this was mostly in stocks which have
been proved to be worth only $156 on the $100, this sum
dwindles down into little more than $30,000., The burden
i3 on them to show how much of this was ocash, as they are
in this respect assuming the affirmative.

I think, therefore, the net receipts may fairly be set down
at $18,121 98. There may, however, have been some errors
In computation, as I have taken less pains to be accurate than
to establish the principle npon which the computation should
be made. -

But suppose these met receipts to be $200,000, if you
please—which is more than ten times what I think they can
justly be reckoned at—and I think I can still show a casein
which the propriety of this extension will be entirely clear.

The Examiner, in his report, has alluded to the faot that
the receipts and expenditures of the two patenis of 1840
and 1848 are so mingled that they cannot be separated.
Thig results from the necessity of the case,

The two patents cover ix fact but one single invention.
They have never been used separately, The invention pat-
ented in 1846 was made before that of 1340 was ever put
into actual wse, The one is supplementary to the other, and
was an improvement upon it. It might have been patented
as an ‘“additional irnprovement,” but was rightfully made the
sabject of an independent patent. (See the decision of the
Supreme Court in the case of O'Reilly v». Morse, 16 How-
ard, 121-2.)

The law does not coramand impossibilities. We have
done the best we conld, and I think I can make it pla‘u that
we have done enough to satisfy the requirementa of the etat-
ate or the rule of the Office.

Mr. Kendall, in answer to interrogsatory 18, says he re-
gards the value of these two palonts as being in the aggre-
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gate not less than six or seven millions of dollars, and that
he should divide thig amouw.it equally between the two, Our
statement of receipts and expenditures is made out upon
that principle. The two are regarded equal, and the receipts
and expenditures apportioned to each accordingly.

Allowing the net aggregate receipts, then, to be $200,000,
the proportion charged against this patent would be $100,000,
In that case one half the merits of the two patents should be
atiributed to this.

When the patent of 1840 was up for extension, the case
was treated as though the patent of 1846 were of no conse-
quence. The net receipts from the whole invention were
all charged against the patent of 1840, and the entire merits
of the telegraph were conceded to it. This, as I shall pres-
ently show, was the same in effect as the plan now proposed.

The aggregate net receipts were about the same then as
we are supposing them now, owing to the fact that there was
then & claim against F. O. J. Smith for $70,000, which sub-
sequently proved unavailable. This is at least a set off to
the net receipts since 1854. No connections of the kind
above mentioned were made in 1854.

If we were to pursue the same course in the present case
—that is to say, charge all the net receipts to this patent,
and credit it with the whole merit of the telegraph invention,
we shall be coming to the same substantial result as now
proposed. The net receipts will be doubled, but the impor-
tance and value will be increased in the same proportion.

Or if we were to suppose the value of the patent of 1840
to stand towards that of 1848 in the proportion of 99 to 1,
then, although the utility of the invention embraced in this
patent will be comparstively amall, the net receipts justly
chargeable against it will be small in the same proportion.
They would be only $2,000 in all, and would bear the same
proportion to the utility as though the whole value of the
invention were included in this psient.
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If the telegraph as a whole had been patented at onoe,
end if that patent were now up on ah application for exten-
ston, would a list of nett receipts, amounting to $200,000 in
ull, be a sufficient objection to the granting of the extension
sought? If not, then the present objection is not well taken.
The rule which applies to the whole is equally appilicable to
the parts which go to make up that whole.

I aay, then, to the contestants in this cags, Fix the ratio of
value between the two patents of 1840 and 1546 at just sach
a figure as you please. Make them both equal, or make
either of them a hundred or a thousand times as valuable as
the other, Just in proportion a8 you increase or dimimsh
the value of shat which we now seek to have extended, just
in that same proportion do you increase or diminish the net
receipts which would rightfully be charged against it. But
vou dv not in any respect change the rul¢ ibat shouid con-
trol this case, nor vary the right to an extension which the
applicant has under the law.

That right depends upon the ratio which exists between
the value of the invention and the amount of net receipts.
This is the game in the case of the one-half or of the one
hundredth psrt of an invention as it 18 in the csse of the
whole. If tha whole patent would properly be extended as
an eutirety, it should be equally so if that extension could ba
properly sought by a fraction at a time.

Mo show the views of the Office in regard to this ratio, I
beg leave to refer to one of the most recent cases of any
magnitude where an extension has been granted—that of
Hyatt for an improvement in vauli-lights, extended
November last.

The amount of inveation in that case was not extraordis
nary. It comsisted in constructing the vaulé-light of seversl
amall lenses instead of one large one, which was previonaly
in common use. The invention proved usaful, and although
the net sum of §98,000 had been received by the inveator,
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that liberal amount of profit was not allowed to stand in the
way of the extension sought.

Commissioner Bishop, in giving his decision in that cass,
took occasion to say : |

It is comparatively rare that an invention is made, which
proves to be of any subtantial advantage to the public,
When such a thing does occur, the inventor should be
atlowed a large and munificent reward ; not only on account
of the benefit which he msy have conferred upon his race,
but that his brilliant success may stimulate cther inventors
to renewed and increased exertion.”

The net receipts in the present case might have been
many times greater than they really were without prejudice
to the right of extension, if the principles which governed
in the crse just cited are to prevail here. If we suppose the
invention patented in 1846, to be only the one hundredtb
part in value of the whoie subject matter of both patents,
will it not still compare advantageously with the vault-light
patentea by dyatt? And yet, the net receipts which should
upon that supposition. be charged against the invention.
would, at mont, be only $§2000, while in Hystt's case it was
$08,000. Surely so far as the practice of the Office is con-
cerned, there can be no oocssion for hesitation as to the
course which should be pursued now. |

But we arc (old that, although Morse's invention may be
enificient to sustain his patent, it amounts to but little after
all. That the battery, the conducting wires, the magnets,
and the contrivances for breaking and closing the circuits

wers not ouly well known separately, but that they had been
previoualy used in combinstion.

'hig is all true; but what then? It only amounts to this:
That oceriain - principles and contrivances were previously
known, of which Morse availed himself, in giving to
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humanity a new and most valuable faculty—that of speaking
at a distance. A new power of nature had been discovered,
which was most curlous and surprising. Morse gave that
new and hitherto dumb agent the power of speeck. He
subjugated it to his will, and it became one of the most re.
iiable und submissive servants of man. The Ariel of the
drama has almost ceased to be a poetic fiction, and is becom.
ing a reahty, with powers in some respects far surpassing
tic most futile imaginings of the poet.

Sur pose none of the brute animals had ever been taught
to laboi——that they only existed in wild untutored harmless-
ness to excite the wonder of the curious, or to figure in the
descriptiong of the naturalist. If then some Morse should
ariss on chis side the Atlautic, who, after years of patient
toil, privetion, and discouragement, should finally discover
the means «f subjecting the ox to the ycke and the horse to
the harness ¢nd the saddle, what man, especiully what
American, with head and heart aright, would hesitate to
acknowledge the greatness of the boon that had thus been
conferred upon the human race? And when the general
vo'ce of the wor.d was recognizing the debt of gratitude
which was due to this discoverer, when kings and emperors
were paying homage tu his genius, and were vieing in a
spirit of voluntary justice o crown him with distinetion
and vith hono>rs, and ¢ven with more substantial marks of
favor, when the phaiisaical pride of the old worid had
y'elded, and the jealous prejudice of her tyrants ond her
aristcarnts Trad been forced to ndmit that semethin r new and
good hau in fact come out of this republican Nazareth,
would some of our O'Reillys or our Eddys be found willing
tc appear before your Honor on an oceasion 17 thig—and
sugy 3t that thissupposed Morse was entitler  oub little erodis
afer all—that he had not created or eve.  lirst discovered
either the ox or the horse? It woald Y easy for them to
show that (hese very animaln had proviously existed; that
they alwaya had oyes and ears ard museles, and powers of
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being useful, as trell bafore as zince their bemg thus domes-
ticated and subjugated.

'We do not profess to have created or discovered this won-
derful agent, but we do lay elsim to the credit of having
first put it in harness and caused it to do our bidding—to
speed on messages of love, or to carry the tidings of woe—
to haston or to stay the movements of an army—to arrest
the criminal or to give warning of the conflagration—to en-
ablo the raicar with its priceless bnrthen to move with
safety, or to stop its progress when leading to inevitable de-
struction; and finally, to give o the man of business the
means of doing in one day more than ho could otherwiss
accomplish in two, thus lengthening out his life iz that pro-
portion so far as it is to be reckoned by even’m rather than
years,

These are some of the benefits we claim to have conferred
upon the world. And when the history of this wounderful
discovery shall hereafter be written—when Morse shali be
pieced by posterity alongside of the greatest of human bene-
factors, I trust your Honor will be found among the num.
ber of those who recognized and appreciated the magnitude
and inestimable importance of this new power with which
he has endowed our common humanity.

1 Lave no disposition to detract in the least from the merit
of those men of svience who have furnished so many of the
materiale which have been used by Morse and other inven-
tors. To thern the world owes an infinite debt, which it
will bardly ever attemnpt to pay. The discoversrs of philo-
sophical truths are consiantly conferring inestimable benefits
upon mankind, which desarvs our warmest gratitude, and
should recnize some more substantial reward.

But under our system of government, with the mnctions
now enierisined by our legislators and our people, such a
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result is hardly practicable. The mathematician, the chem-
ist, the naturalist, or other man of science must rely on some-
thing besides direct, adequate pecuniary compensation for
his labors and his discoveries. Our laws make no provision
for rewarding any but the tnventor. That we cannet in
that manner compensate the former olass, is no reason why

we should hesitate to do so to the latter when a proper oc-
casion arises.

Nor is the amount of ingenuity or of originality digplayed
by an invention the sole criterion by which to measure this
intended compensation. Where the benefit conferred upon
the public is very great, the smailness ot the amount of in-
vention 18 no obstacle to our recognition.of the merits of the
inventor, nor to the pecuniary reward which he wiil be per-
mitted to reap therefrom.

Tried by the standard suggested by the contestants in this
case, even the art of printing, the :nost uwseful and wonder-
working invention that has been mwade within the historic
period of the world, would be of trifiing moment. The
Chinese practised a species of printing long before the Chrs-
tian era. The idea of type for sta.rnpmg or printing letters
or words, or aven sentences, was not new. Signet rings had
been used for thousands of years. Seals, by which the unlet-
tered barcons of Kurope affixed their names Yo written instru-
ments, and even pictures engraved on plates, with texts of
Scripture attached, with a view of having the impression
tranaferred to paper by printing, were known and pmotlmd
long before the time of Guttemberg.

What, then, did ho invent? Siinply the vraparation of
typs in soparate letters, which mighat be prepared in gusntities
arranged in words at the pleasure of the compomtor, snd
then struck off into thousands of copies of hooks, end pam

phiets, and newspapsrs.
Analyred by the chemistry attempted to be applied to tlua
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‘case, the invention of Guitemberg would seem s very small
matter, and yet how has it changed the whole face of the
world! Not only has literature been made to foel its effects,
but alsc the sciences and all the arts of the civiliged life.
All the institutions of mankind, civil, political, and religious,
have been ghaped and changed under the wizard touch of
this poor German inventor., And yet if he himself could
now arouse from his slumber of four centuries, and appear
in this presence, and if your Hopor were constituted the ap-
propriate organ fo express in some suitable way the public
appreciation in regard to the utility of his invention, would
he not be mset by the present contestants with a protest
against any substantial recognition of the value of his inven.
tion? To doubt this would be o cast an insinuation upon
the disinterestedness of the motive which now brings them
here. The sam2 patrictic and anseifish desire to prevent an
excess of public gratitude would operate just as strengly,
and with the same result in that case as in this.

But {0 come ncarer to our own time and country, What
has rendered the name of our own Fulton immortal? He
did not--as in my childizh ignorance I once supposed—invent
the use of steam as a motive power. He was not the first
even to apply that power to the propulsion of boats. John

Fitch, and perhaps some others, were many years his prede-
0easors in that effort.

What, then, did he do? Iitile else, in fact, than to
attach the wheel to the boat as a simpler and more practical
means of propeliing 1t, The wheel go sttached was substan-
tially the same as that which bad long been uzed as a com.
mon water-wheel to propol machinery, and Fulton msrely
placed the moving power at the other end of the apparatus.
instead of providing for the water to strike upon the wheel,
he proposed tc canse the wheel to strike the water, and then
avaiied himgelf of the result.

Aiich provided the means of moving by steam a geries of
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side-paddles, something after the manner by which sn Indian
paddles his cance. He succeeded in running some five miles
an hour, which is quite as much as Hulton accomplished in
hig earlier efforts. S

But Fulton had conceived the idea of a sixaple, strong and
practical contrivance for the propulsion of boats—one not
liable to be deranged and inefficient. .And although in recent
times the contrivance proposed by him has been to & great
c:tent superseded by the screw propeller, still to this day he
is justly regarded as the father of stearn navigation. He
vaved the way to the most brilliant success, and if he was
now here asking a recognision c¢f his merits, which it wes .n
the power of the Commiasioners of Patents to grant, can
there be any doubt az to what would be the result? Has
Fulton invented more than 3i: :se? Hsg bis invention been
of more practical utility to the world?

I have said that ¥u'ton did little elss than to use a combi-
nation of the common steam engine and the comnmon water-
wheol for the propnlsion of boats, This observation ghould
be qualified. He also exerted the energy end perseverence
necessary to carry his idea imto practical execution. The
man who has made a valuable invention has only cotunenced
his labor. e has not accomplished the meost difficuls and
digagreeable part of his undertaking. It is the policy of the
taw to compel hizn to bring it into public ‘and general wusc.
This often calls for rarer qualities than are neceseary in mak-
1ug the invention itself, The fortitude which no difficultics
can appal—the faith whigh no discoursgement can change
into doubt--the firmness and energy which even poverty
and, derision can never induce to abarcdon the great idea
which urges him forward as with the power of izapirntion to
'8 consummation, these were the erowning gif::i'y of dulbon
They were equally conspicucus in Morss,

Without these qualities, no talents will secure sucoess.
dor the want of them, how many of the noblest plans and
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inventions have wholly failed. To call them into effsctual
sxorcise 18 8 leading purpose of the patent laws, which hold
out the prospect of pecuniary profit as dependent upon the
effectual introduction of every invention into public and
general use.

How pre-eminently these qualities evinced themselves in
the life and history of Professor Morse, your Honor will per-
ceive by referring to the testimony. Adlter the great«idea
had possessed his mind in 1832, how entirely were all the
encrgies of his soul and body bent upon its final consumma-.
tion! Laboring at his profession for the sole purpose of
obtaining the means of perfecting his invention—purchasing
his food at & provision story, teking it home at night and
preparing it in bis room, in order to economise the scanty
means thus providad, surely, if he had proved unsuccessful
he would have been.jusily regarded as a monomaniae. In
proportion to these efiorts and sacrifices—in proportion to
the obloquy of a fallurs, should be the eplendor and the
reward of his final success.

And then, at a later day, when his invention, though still
maperfect, had begun to assume more body and shape, we see
him urging his plans upon the atteution of the incredulous;
presenting hie ideas before the learaed hodies of this and
other countries; submitting to all the unpleasantaess of scheai-
tingg from Congress the meaus of testing the truth of his great
1dea; bestowing one-sixteeuth of his invention upoun one
friend for acientific aid, one-eighth oo another for pecuniary
asaistance, and one-fourth wpon one whom. be supposed a reli-
avlo ngent and coadjuior, in order to ascure his services,
And when disappointed in this supposition, we find him
praciically giving cne-third of all that remained to seeurs
the necessary services of another counsellor and agent in
whom he could confide. Everything eise was mode subser-
vient fo his one great idsa of securing this invention, and
sugeesstully introducing it info general use. In this endea-
vor he has at lazt besu eminently successfnl. But the effort
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hes required nearly all the gross receipts resuiting from the
wmvention, and he now presents himself before your Honor,
claiming that under the laws of his country he is fairly enti.
tled to the boon he now asks. If ever an inventor could
fairly claim an extension of his patent, that man 18 Professor
Morze, in the prosent instance,

Bu$ we are told that we have treated this subject as though
the whole imnvention of the tolegraph were the work of Pro-
fessor Morse alone, whereas, there are several modes of tele-
craphing without a resort to either of tne contrivanoces
nafented by him, The evidence shows that nearly all the
lviegraphs now in existonce are working under the Morse
patents,

But suppose the case wore different, and that the “House”
or the “Bam” telegraphs or those of any one olse were
cquut to Borse’s, and were no infringements of his patents,
Ur sappose the mode of telegraphing by sound be practiced
without infringing upon any patent, and that it was common
sroperty, and superior to any other mode of telegraphing
does it not foliow, that the contestants have no reason to
object to this extension? The patent, if extended,
will atand 12 no one’s way, and all that has been said against
the misehicls vhich will thence result {ulls to the grouad.

But I aliegethor of o daferent opinion 1n relation fo
thie suone off Moeso’s natents, AS all eventy, if those palents
ar2 not broad cuoiien o render theas other contrivances for
telegrapbing imdriagements, the fnveationg themselves are 8o,
and such I beliove o be tho opinton of tha ¢outestants asg
evieoed Ly tlicic condnel,

£ know the eighih claim of tha veibaued patent of 1940
has been held by the Supreme Court {four judges agsainst
three) to b vovalid, as being too broad, This claim is to the
wie of the welive power of Cloclreemaenetizg Acweseer, des

e ;q:t
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veloped, for marking or printing intelligible characters, signs
or letters at any distance.

If it were ever properto question the decision of that angust
tribunal, it would be in cases like this, where there was a bare
majority of one in favor of that decision, and where the dis-
gsenting judges were sustained by such a logical and power-
ful argument as that preseuted by Judge Grier in thm case.
(See 16 Howard, 124.)

But without intimating a doubt on this subject, it will not
be improper to suggest that this decision merely declares
the eighth olaim to be invalid-—not that a different claim
would be mo, which was still sufficiently broad to render
these other modea of telegraphing all infringements,

Columbus was the discoverer of this continent, though he
may not have seen it at but one single point, or known what
wes beyond or around on any side. Multitudes of followers
made discoveries, but all were aubordinate to that of the great
Genoese, They availed themselves of the information which
he had given. They followed in his footsteps. Give them
each the merit which 18 his Que, but let none of them be
placed on a level with the “ Old Admiral” himself, nor lay
claim to any right as an independent original discovere.: |

Morse was the Columbus of the telegraph. Like his great
prototype he launched boldly forth into the chartless ooean
which separated the known from the nnknown. He has not
given to mankind s new world, but he has given to the old
world a new property. The earth itself 18 changed, and has
a nervous system spreading all over its surface. Humanna-
fure i8 not what it was before this dissovery. - Lot no seoond
Americus succeed in robbing him of his just glory. Let
the subsequent discoveries of no Cabots or De Sotos or Hud-
gons sttompt Lo elevate tnemwlm to an mde;mdeme of the

gwat omgma

Toes any one Aouh'i that the disoowrim of Morse led the
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way to those of his followers as much as did that of Colum.
bus? Hag it not pointed out and suggested to Houre and
Bain and the inventors of telegraphin> ©- ~yund the track
they were to pursue, as much as did a knowledge of the ex-
istence of this continent render that of the valleye of the Mis-
sizeippt or the*Hudson, or even all North America, a second
discovery? The rule ia founded on reason, and the same
priaciple runs through both cases,

I insist, then, that Morse i8 the first inventor of the mag-
netic telegraph generally—+that all the subsequent inventors
have followed in his footsteps — have availed themselves of
the benefit of his discoveries, and are therefore rightfully
subordinate to him; and that in estimating the value of his
invention it is therefore proper to take into consideration the
entire value of the whole magnetic telegraph.

Waat though Lis patent was so framed that it might be
evaded by subsequemt invenfors? It is not the value of
Morse's patants, but the value of his mvention, that we are
now copsidering. The law which anthorizes these exten.
sicns (act of 1886, §18) contemplates that they shall be
granted when the patentee has “ failed to obtain from the
use and aals.of his mvention a reasonable remuneration for
the tame; ingenuity; and expénse bestowed upon the same.”
If, thersfore, Morse's invention was really sueh that the
others were properly subordinate to it,- he is entitled to be
oonsidered. as the inventor 'of the whole, whatever be the
natare of the patents grantéd so him, and should: be troated
acoordingly. As be has -not been adequately remunsrated,
weelaam that tlm extension now soughi should be granted

.But we m&aklﬂm Morse is to derivo no material benedls
from this extension, having parted with all his intevest
therein, except that in soms unmimportant portions of the
United States. 1f ibia were mally eo, I adintt it wonld
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present a very strong argument against the extension which
is intended for the special benefit of the inventor. We
should, in such & case, have to rely upon the interest still
held in Florida, Texas, and California, and in the telegraph
stocks still held by him, which it is shown are mainly de.
pendent fur their value upon this extension, for showing the
benefit that would thence acorue to the inventor.

But what is the evidence upon this point? Mr. Field is
the first witness in regard to it. In answer to eross-inter.
rogatories 12 and 13, he aays, in substance, that he is under
the impression that the American Telegraph Company had

agreed to give him an additional $30,000 matmkmcm
the patent wae extended.

Now, even if this sale included the extenmsion, he has
$80,000 dependent upon that extensionr, exclusive of his
interests in Florida, Texas, and California, and in the stocks
still held by him. But for veasons which I will give pres-
ently, I contend that there is nothingin this whole testimony
showing that the extended patent was included in this sale.
The reason for giving $30,000 additional in case of the
extension will appear in the answer of this witvess to the

16th oross-interrogatory. The whole stock of the company
would be worthless without such extension.

The oniy other testimony on this subject is that of Morse
himseif, in answer to interrogatories by the contdstants. No
foundation was laid for the introduction of this secondary
testimony, but as it was not objected to it is therefore valid-

He stated that he bad sold all his interest in the patents
granted to him, exocept in the States of Florida, Texas, and
Qalifornia. Bus suck a:ssle does not mclude kis imterest in
an extsnsion which had not then been grantad.

On the guestion thus presented we bave the benefit of
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some judicial decisions. In Woodworth ve. Sherman, 8d
Story R., 171, 173, 1t was held that the assignee or graaiee
under the original patent does not acquire axy right under
the extended patent, unless such right is expressly provided
for by contract.

A like decision was afterwards made by tha Supreme
Court of the United States in the case of Wilson vs. Roussean,
(4th Howara, 848); see also, Curtis on Patents, 106 and 111.

Now, I do not find a word in any of the testimony in this
case tending to show that the extended patent was included
in the contract, except the fact dcubtfully expressed by Mr.
Field, and already alluded to and explained. There is, thore-
fore, no solid foundation for the position taken by the con-
testants in relation to the sale by Morse of this extended
patont, -

But we are reminded that this patent, if extended, will
stand directly in the way of others wishing to engage in the
esiablishment of new telegraphic lines, Such a position 18
sgomewhat at variance with the testimony of John J. Speed,
the counsel, witness, and coadjutor of the contestants, who,
after having intimated an intention to engage in a telegraphio
saterprise, declared that the extensiom of this patent would
have no influenco in preventing him from so doing., (See
his replies to cross-interrogatories 6 and 9.)

But I am willing to admit that this patent will limit to
some extent the rights and privileges of others. This is one
of the necessary consequences of the institution of property
of any desoription. Your house or your farm is a monopeoly.
Others have no right to take posseassion of them without
your permission, however conveniént or agreeable it might
be to them to do to. It would be just au convenient for the
builder of a new line of telegraph 4o seize upon the neces-
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Bary wire, or other material, without payment, as to use
Morse'’s invention upon the same terms.

There is one school of French philosophy which is founded
upon the maxim that all property is robbery; and there are
many persons in all countries to whom the idea of a com-
munity of property, or a general division every Saturday
night, wouid seem agreeable, at least, if not proper. But
the general voice of the civilized world in all ages has been
decidedly in favor of this species of monopoly—of giving
to every man the exclusive snjoyment of all that his labor,
his economy, his talents, or his good fortune has secured.
This idea is the parent of indwstry, of frugality, of public
and private wealth, of general improvement and progress,
of civilization itself. The savage who has no idea of prop-
erty in real estate cuts down the tree for the sake of the
fruit; he never sows, for others would reap; he never saves,
for others would enjoy.

Now, if there is any species of property to which, in
preference to all others, one has a natural right, it is that
which he himself has created. That which, but for us,
would have had no existence, is more clearly ours than that
which has become ours by mere transfer. Qur natural
right to our children i3 therefore superior to that which we
can justly claim in our servants. Isnot a creation of the
mind as clearly ours as a creation of the hand? He who
gives existence to an art, that but for him would never have
been known, has a natural right of property therein as much
a8 he would have in a ho»=> built entirely by his cwn labor.
The one is no more & m: poly than the other.

But we are told that this invention of the telegraph would
soon have been made had Morse never lived; that other
minds in this country and in Europe were busy with this
general idea, which had ripesed into various inventions be-

{
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fore the knowledge of Morse's contrivances had been given
to the world, and that these subsequent inventors (being
rcally original) have the same natural rights in their crea-
tions as Morse has in his. So the nations whose respective
navigators bave each discovered the same island hitherto
unknown, may all besaid to have the same ground for
claiming it by right of discovery. But by the well-settied
rule in such cases the first discoverer has a perpetusal prefer-
ence, however small the space of time by which his priority
is determined. In all these cases some one must be pre-
ferred, and where the equities are equal, hé who is pnor 1
t:me has a superiority In title.

The fact that the same invention would probably soon be
made by ancther is the chief justification for refusing to any
inventor the perpetual enjoyment of the fruits of his own
gentug, If it were certain that but for Morse the invention
of the magnetic telegraph would never have been made, his
patont title should never have been limited, but should have
descended to s children to the latest posterity.

The ground taken by some for justifying such a limitation
18, that the Government may rightfally require the abandon-
ment of this species of property, after a certain number of
years, s a consideration for its protection during that period;
but this is hardly a solid ‘foundation on which to ground
this right. Does the law protect property in a patent any
more than in & horse, or in a plantation? Experience de-
monstrates the deplorable fact that such protection is vastly
lees effectual in the former case than in the latter.

It is the duty of the Government to secure us in the en-
joyment of our property of every description. This is one
of the cardinal purposes for which it is organized, and it
bas no right, merely on account of this protection during a
certain number of years, to require its confiscation to publis
uge forever afterwards.
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But inasmuch as many persons may be the original inven-
tors of the same thing, and may thus all- have a just claim
to its enjoyment, the law gives to the first inventor the ex-
clusive property therein for fourteen or twenty-one years.
During that time it is as much his own as any species of
tangible property. The title is quite as just, and there is no
more of a rionopoly, within the objectionable meaning of
that term, in the one case than in the other.

Away, then, with this agrarian idea of taking away the
rights of an inventor, merely because it would be convenient
and pleasant for others to enjoy the fruits of his labor, his
ingenwity and his perseverance. It is argument of the bri-
gand. It is the justification of the robber.

I am awpare that there are some inconveniences growing
out of the existence of patents for inventions. And acoord-

ingly many men of just mindas have besa in favor of giving
to each inventor a pecuniary equivalent for his property, and
then dedicating it to public use. But the difficulty of award-
ing & just equivalent for an untried invention-—and still more,
the utter impoasibility of satisfying the expectations of an
exorbitant and often morbid estimate generally found to exist
in the mind of every inventor, would render evecry scheme of
that nature altogether impracticable, The inventor is there-
fore given the exclusive use of his invention for a limited
time that he may test its merits and derive a compensation

therefrom, proportional to its value and its utility to the
public, |

I need not disouss the justice and expediency of this policy
on the present occasion. It is enough that it has been
adopted by the country, and is interwoven with all its inter-
ests. Its foundation is laid in that great instrument which
has made us a nation. It early became the subject of favor-
able legislation by Congress. A bureau was created, and
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thiz magnificienct temple of art has boen erected for its

accommodation.

The records of this Office exhibit the resulis of this poliey.
The protection it has afforded to inventors — imperfect as i§
has been — has communicated an impulse to the inventive
genins of our fellow counirymen, which is inoreasing from
year to year in a rapid geometrical progression. The num.
ber of patents annually sent forth from this Office 1s
rreater than tuat granted in any other country on esrth.
Nowhere else are the energies of the human mind so thor-
ouglily aroused. Every fleld of human exertion is carefully
cxplored. Automatic machinery is taught to do in an expe-
ditious and perfect manner the labor which once required
the constant guidance of the most practised skill and the
most sleepless intelligence. Ends are attained which were
formerly beyond the reach of any human effort, however
untiring or energetic. The deep secrets of nature have bean
extracted from their darkest recesses, and man is constantly
rigsing to & new and higher o>der of being.

Over this auspicious, this wonderful transition, you, sir,
have been cailed to preside. The author of the most useful
and astonishing invention ever recorded in the annals of this
Offics has placed himself before you to ascertain what favor
the meritorious clasas to which he belongs, may expect to
roceive from this great centre around which they all revolve,
I submit his case, confident that the liberal and enlightened
views which have caused the establishment and continuanoe

of this institution, and which have given it all its efficiency,
may r*ill be sontinued in its administration.

QB
vir/bls




