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Opening of the Congress.
by W.R. Norris .

PIPA American President’
"October 9,. 1985

It is my pleasure this morning to open the 16th Annual Congress
of PIPA and to welcome you all to this w1ndy city. .. -

In the course of this week, you will. see Chicago.and perhaps
visit some of its many, many highlights. Tomorrow night,.you
will see it from the 95th floor of the John:Hancock Center:
which is just next door; lights beglnnlnq at the lake front
and extendlnq to the Western horlzon in all dlrectlons.,-w'

Thursday, we will travel through some of the surroundlng
neighborhoods as.we travel to Lake Geneva 1n Wlscon51n for ‘an

--afternoon of recreatlon and fun

Chicago weather is always the- toplc. I thlnk you have
dlscovered why 1t s called the- Wlndy Clty.

1'd llke to comment too,:on the symbolism I- thlnk PIPA

has to the Petoskey Stones which have’ been .given. out as a .
memento of this occasion. In their simple elemental form,
the stones are souvenirs hunted by. vacationers in Northern
Michigan- near a little town called. Petoskey, Wthh is how .
the stones happen to. get their name.. (This region,. is: actually

just north and aAcrosE. Like Mlchlgan from Ch1cago)

" The memento is a polished fossil in the shape of a; mushroom

which is set on the rough stone itself, and as the artist.
has created ‘beauty. in the. polished .stone, so do we, as
Industrlal Property. ProfeSSLOnals, ‘shape 1nnovatlon to forms
that can be apprec1ated and used by humanklnd : SIS

Let me summarize my thoughts for the moment by revertlng to
one of my favorlte forms of expre551on, Halku. So:

"Chlcago Congress I
PIPA Members Rendezvous B
Opening New -DOOTs ‘

'wWorklng Together
Harmony and Unity
“'Vlslonary_Challenges.

ety T

““Building Founda

T_4Intellectual Property“
-_In Bonds, of . Frlendshlp

Wlth that I open the.lﬁth Internathnal Congress of PIPA
agaln, welcome to you all.

At this p01nt Dr. leune w1ll glve us' a. report of 1984

Congress activities of. PIPA.

g




Report on 1984 PIPA Activities

Dr. Akira Mifune
President of the’ Japanese Group
October 9, 1985, Chicago

Good morning, distinguished guests and all the members
of the Pacific Industrial Property Association. It is a.great
pleasure and an henor for me to participate with you as
President of the Japanese Group in the opening ceremony of .

““the 16th Internathnal Congress of PIPA -and to report on.our .

actlvrtles in-1984.

: " First of'all oh behalf of all participants 6f the
~Japanese group, I would like to thank Mr. Norris and other
_Organlzlng Committee members of the American group and to_
extend warm greetings to all our American friends.  This is.
the first time that we meet in the middle of the States so-
called "Great Lakes Country" moving from the East Coast..
Chicago is the-.second largest city in the States rich 1n"ﬁ‘m
. heritage; and the Center of industries, commercial s
distributions and transportation in.this continent. I have’
heard that it has been called "The host c¢ity in the State"
because. of its attractive scenery and strategical importance
in business and "Windy City". It.--is very appropriate ‘that we
are invited here to exchange information and ideas relating
to the industrial property system, We are also pleased to

be welcomed by stormy rain Whlch is to quite. worthy another ..
nlckname "WLndy Clty" . : o s

- From another v1ewp0lnt it is an event of great 51gn;—

ficance to have such a peaceful meeting at’ the year of the
“ofdrtieth anniversary of the end-of World War II;“in ‘order-to -

find a way of collaboratlon in the lndustrlal development from}

our mutual 1nterest5.

Although there seems to be some uncomfortable noises f5i

~in the. bilateral. economic relations, we are sure that both’

sides can manage ‘them reasonably and amicably -beforée-long and -

" needless to say, we are clearly out51de of thls n01se as
before. : : : S S RS E

Today, I am very happy to introduce some of new members

. from Japanese group who have joined us for the past one year
and, as a result, we have .now 75 members. in Japanese group.
And totally we can count 148 members.

The 15th International Congress of PIPA, which was held
in Sendai, North-East District of Japan, from 7th to 9th of
November, 1984, was quite successful and 127 representatlves

....including some observers from both the U.5. and Japan attended
“there. In addition to the 1nformat1ve and interesting " S

presentation, boat tour thtough Matsushima Bay National Park.
was also a highlight, which entertalned ‘and refreshed us very
much. After the PIPA Congress; -PIPA America group also

'frefresh the talklng with JPO, as a follow up ver51on of pIpA

 America group visit, February last YEar_wa

" At the Congress, Mr. Shoji Matsu1 became the fourth

recipient of the PIPA award for 'his outstandlng 1nternatlonal‘_

“patent and licensing activities, especially in-the
Pharmaceutical field.

_4_




‘ ‘The biggest event in the last one year was,. needless
to say, that the Patent Law became effective in The People's

«'Republi¢ of- ‘China ‘on April '1,- 1985._ Before ‘this, ‘legislation

‘of its Implementlng Regulations was published on January 19,
1385. :Japanese group collaboratlvely studied it as well "as
Patent Law itself together with Japanese Patent Association
and sent many questlonalre and comments to China Patent Office
in order to clarify the details, which was followed by the .
visiting delegation ‘of JPA to the China Patent Office mlddle
of March and will be reported later at this congress.
:Although we -still continué to ‘pay’ attentlon to the future” of
“this China -Patent System and to do our effort ‘assisting them
toimprove it “into more harmonized and well developed - level,
This ‘event have erormous value and immeasurable ‘influence in
the ‘future development in ‘the international transfer of
techndlogy as well as-the industrial promotlon in PRC.

For Japariese group, another big event was the Centen*
nial Anniversary of Industrial Property System. - In the .
‘presence of His Majesty,'and over 2000 . attendance. .The '

" ‘memorial ceremony'was ‘solemnly held at the National Theatre

in Tokyo orn -April '18, where Dr. Jorda, Mr. Bell ‘and Mr. Smith
were invited there as the representatives “of PIPA U.S. group.
Fairly big numbers of PIPA Japanese group members were
awardéd for their dedlcatlon to the development of Japanese
1ndustr1al property system. : o

In WIPO, the heated debate arose as to the inter-
national protectlon for computer software and the" grace period

o comments respectlvely. In addition, Japanese group sent Mr.

Ozawa, Yokokawa—-Hokushin Electric, as a observer representing
‘PIPA at the joint expert meeting of UNESCO and WIPC held from
February 25 to March 1 in Geneva.

On the other hand, trilateral harmonization among
USPTO, EPO and JPO took a big step forward to more practical
approach. = Two official experts meetings were held in Japan
and the U.S., where the following several items were picked
up ‘as the comparative subjects.

1)} Standardization of the application form (U.5.)

2) Protection of Biotechnological Invention (U.8.)

3) Unity of Invention ' (Europe)

'4) Examination Standard for Computer Software. (Europe).-
"""" _5) . Harmonization-of-INVentive Step - —(Japar)

6) Sufficiency of Disclosure (Japan)




In Japan, partial. revision of Japanese PatentLaw was
leglslated .on_May 29th. . Certain artlcles corresponding. to
“the revision of PCT became effectlve on October- lst and others
'relatlng to the introduction of. internal prlorlty system will
be effectlve on. November lst.t_In thlS relation, the 1st,-
commlttee of Japanese group will, report later.. e e

. Last week Japan Patent Assoc1atlon delegatlon to -
U.8.'s conslstlng of 30 members, mostly PIPA members, visited
USPTO, ITC and CAFC. . This was a return visit to the. PIPA
delegation to JPO, in February,‘1984, .and .was collaboratlvely
supported by PIPA American group.‘_In .order to understand .U.
patent system more deeply and precisely, we. “have exchanged
views from vaious angles .each other.  We once again, wish to
convey our sincere thanks to you for your kind advices and-
a5515tance to have had a frultful meetlng in Washlngton, D.C.

Flnally, on behalf of all members of PIPA, I wish to
express our great apprec1at10n to Dr. Karl Jorda, the. -
pre51dent of the American group durlng the year 1983-1984 .and
served ‘as president of the whole association in 1983, for his
,contrlbutlons to the world lndustrlal property fleld,. s
espec1ally 1n the uU. 5. and Japan._ '

" Dr. Jorda, 1t is .a real pleasure and an honor to ..
present this plagque of citation and a gift as, a token of our
gratitude.

”Cehgratulatiehs'td.you amdtMistinsﬁaL.hﬁ.‘

.QQThankabu;wﬁ_uﬁ;
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KEYNOTE .ADDRESS i E : AR : ' ; J

Robert B. Benson, President .
The American Intellectual Property Law Association(AIPLA)

Thank you for 1nv1t1ng ‘me to be your keynote speaker

As a charter member of PIPA, I ﬁave observed over the

years the 'oreat' proéress:;that"yoo lﬁave. ﬁede' ih
developing a"better oedersteodingrwof 'ahr.'reépéctiéé
Eﬁitures;-ecooomic syetems; and"most'imoortantly,'our
respective patent and trademart“eyetemsr -I_cae:recall
addressing this 'o'rgaﬁizat.ion"at{ one of the first PIPA
ﬁeetlnge:in.jepan eboot tﬁa_Q&Qéﬁlagéé_qf‘rhe Patent
fCooperatlon.Treety”woroh hed 5ust'been:ei§ﬁed. Last
’&ééE[ Marty Keiikow:teited.to-you aboot a much broader
'cooperat;oeiih'the Form of Herﬁooizetiod of Patent Laws
inlthe‘iﬁdoStrielized.natiooe.of the‘Free World. in
“between theee eoents; ’tﬁgfé' Habe :beee many meetlngs
:CQVErlng a W1de varlety ofrtoplos leadlngﬁto, not only
:a better mutual understandxng of the sub]ects, but also
poertlve actloof:to tryi to 1mprove.Jtte laws and
{oraetioee 1n the intellectual property fleld in -both of’
..our countries. Thus, PIPA has and continltes to Fulfill
the dgoals of its founders and I am confident that it
'will.coﬁtihoe to'mate sieoirioeﬁthcontributions in the
.futurei;:‘ | |

‘The fﬁture‘ ofl Lntellectual property systems_‘end the

w_mm__m_wgmgtmthatwynuLmorgaﬂizatTon“mlghtwplay in the enhance-

ment of these systems is the subject I would like to

adéress briefly today. We have had the Paris

..Convention for-over 100 years, and the Patent Coopera-

tion Treaty and the European Patent System since the
L’fﬁ




late 1970's. The stecess of these systems Has clearly

shown

field

with no

is

that cooperation among countries Adnd the patent

not only possxble——it produces good :esuits

substantialudetriments to the systems in the

-individual ~ countries, In fact, in. many cases, it

improves the systems in individual countries. However,

there i

situation.

1.

2.

much more that can be done Lo improve the

For example:

More can be done to make the procedures for
the preparation and prosecution of patent

applications eaSier and _more uniform. The

. goal ‘that was established .. at  the Patent

Cooperation Treaty whereby the original patent

application could be completely prpsecuted in

a Single Office before any work 1s requ1red on

a corresponding application in other countrieem""m”m“””““

is Stlll a 1audable goal _and_ should be

pursued. The recent changes in the Patent
Cooperation Treaty procedutes are a positive

step in th1$ dlIeCthne

Further uniformity or harmonization in

substantive patent law is desirable, but

difficult to achieve in the short term I am

[N I

i b e

well aware that there are certain major

problems in‘thls area such as the "first to

PRTS—




invent” vs.: "the first: to~file" philosophical’

,disbutEuw However, ' there are other 'areas: of
+difference: that:.could be standardized "in the"
interest ofiwharmonization.' " For:-.example;:-a-
.uniform -standard of invention:{novelty): vanda:
".universal:agreemen;eof;what-subjéct:matter can::
;be'patentedqcoulﬁ'be;agreedwto-wi&h‘minimali
adverse. implications:-. .to = the - countries.
involved. In this:-area, we should:continue:to:
imove . forward .step ‘by- step and-not wait umgils
:+all-wthe -issues. :are resolved  before : taking:

action.

.In the area -¢of enforcementsofopatents, I don't-hold out

much hope :for- harmonization.:. Enforcement. is really iin

,LﬁhﬂﬁgMAnd&wﬁnﬁmwthewwdudicia%yTﬁwwhicﬂ%&iS“Tmudh”Tmﬁrﬁ‘”“ """
difficult to: contreol:or::¢change-than the :Patent -0Office
-rules or procedures, . This is the wway that ‘each :country
.¢can maintain its -traditions of patent“utilizaﬁionﬂwhile
simplifving the-:grénting;-procedures. . However, .1f:wWe

. had-more standardization ‘in..the Patent.--Law-in-various
.cgunt;ies,-:it.;might lead . to - more. -uniformity: . .in

s-enforcement :of patents:.over a.peridd of: time. .




The PIPA organization. should -be complimented 6n the
accomplishments that they have ‘achieved ‘over the last
few  vyears in. -the. area of cooperation betﬁeen patent
systems in- our two countries.. I-especially refer to the
meetings last vyear between patent ‘practitioners in the
U.S5. and the Officials of ‘the:Japanese Patent Office and
the recent meetings between Japanese practitioners and
Officials from our Patent & -Trademark Office. These
meetings where Patent Officials listen tofthe'legitiméte
concerns  of ‘their c¢ustomers: from foreign.countrigs is

bound to have -a positive impact-on the patent system.

The tripartite negotiations presently going on between
the United States, Japanese and European Patent QOffices

Telative to automatjon-iand . making the  prior .art data

'baséémdf”ééch Offiéé:é;éilable isu£ﬁéT6ther70ff{déé;mif
successful, is going' ko ‘result. in significant improve-
ments- in. the gualikty and reliability of - the three
involved  Patenk (Qffices. : The automation @ of :the b;s.

‘patent system alone “is ‘going -“to o cost’ hundreds:-:of
millions of ‘dollars. "Whén_these automated :systems . are
fully operative, other ‘countries are likely to lean more

heavily upon: one of "these established: systems  for:- the

examination of patent applications. It seems to me that

many countries in which a very high percentage of their

patents are also issued in other countries makes the

—10—




economics - ofr preserving an'=indepeﬁdent System"fdf
examining patent.applications'ecohomicaliy:unfeééiblel
It ‘is 'my ‘own personal belief ‘that in a few yéars there
will be ‘only three patent examining systéms in Ehe'f;éé
world: the European Patent ' Office}'lJabaﬁéSe' Patent

Office and the U.S. Patent and Tradeémark Office.

One of the ‘tasks that Ehis organizatioﬁ.couid undertake
is ‘a’‘greater effort-to educate the developing countries
about the advantages of maintaining ‘a strong intellec-—
tual.pfdperty’fdwfsyétgmIWhichvghowé QIeéfér'respeét for
the 'patent and tebﬁﬁblbgy rightégﬁf fdréignérs'as well
as their’ own ‘nationals. - T "don't “think it~ is 'éhy
coincidence ' that the countries Ihaving the strongest
'ecohbmyu.ih the ‘free world alSo have the most highly
mmemwmwagspected-patembwi?wmsystems:wmunfofEHHEEEIY}WEHEFEWIEﬁ'wwwwww. 77777
no easy way to leap-frog from a developing country to

‘oneé 'having ‘a strong “industrial base,; but a ‘strong patent

‘system would clearly help accelerate that process. = = ==

There are new areas for us to explore; for "example,
recently a bill was introduced into the U.S. Congress -
relating to the protection of inventions cbncei?ed in

-space.. The efforts to adequately define protection for

“rgemi~conductor chips as evidenced by our new law passed

in 1984 is another area which needs further exploration.

—11—




In. . addition, . the . problems that . are.  surfacing .  1in
connection With:the Pirating of .industrial designs. has
opened another area where international . cooperation
would be hglpful‘ in. giving effective  protection :.to

.intellectual property. developments.

In areas of trademérks, it seems to me .that there is
:qu_ﬁop_imp:ovgment. . As. .a corporate practitioner, I
never could qnﬂg;stand why we could not.coordinate the
rengwg;s_ and _Qayments_:qf trademark feeé__ind va:iqu;

countries, ~such as was contemplated under -the illfated

Trademark Regist:ation Treaty. . However, I am encouraged

that the World Intellectual Property Organization (WIPO)
is. . convening ‘another meeting of . experts .to again
qonside:: ;he.-possibility of a Trademark qupg;apion

Treaty..
In conclusion, I urge you to.continue your activities.in

advancing the . legal systems. for the protection of . all

forms of intellectual property throughout the world.. .

R T S b e iy et
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'$ixteenth ‘Tnternational Congress”

Pacific Industrial Property Assocciation

‘Westin Hotel.

9 October i9gs’ “'t U

" Mitsuaki sato

president < coen

““ . ‘JETRO NEW YORK

—13—




Good morning, ladies and gentlemen:

I am honored to make the opening remarks for the sixteenth
international congress of the Pacific Industrial Property
_ Association. Actually, I am standing in for Mr. Uga, Director-
General of the Japanise Patent Cffice. Under normal
circumstances, someone in that position welcomes the attendants
of this annual event and makes. the opening remarks. This year,
however, Mf.,Uga, the”currept_Di;gctor~General,-cannot do so
because he must be in Tokyo this month for the annual triiateral
.patent conference, which, this year, is to be held in that city.
The trilateral conference is so-called, as you know, because it
gathers together the representétives of the Japanese Patent
Office, U.8. Patent and Trademark Oﬁfice, and the European Patent
office. |

I am at present President of JETRO, North America, a trade

arm of the Ministry of ‘International Trade and Industry, or MITI.

But like a typical Japanese bureaucrat I have served at a variety
of agencies, including the Patent Office, where I was director of
the secretariat in 1976 and director of general administration in
1981. 8o I have some obligation to £ill in for Mr. Uga. I might
add that I am very much interested in internaticnal iésues

involving patent rights.

In April this year, Japan celebrated the one hundredth

anniversay of the institutionalization of patents., And I am.

: gratlfiedto learn thatthegatherlngheldln’rokyo to

commemorate the event was attended by a good number of people

i i oo e s g e



from the United ‘States. As you know, the United States will have
the two hundredth anniversy in 1990.
~ThoughJapan's history of patent protection is.only half of
fhat of the United States, Japany :like the United States, has
been taking various steps. to prepare itself-fbr-the-zlst century
xin this area as well. Among such steps are the acceleration and
increased accuracy: in processing patent applications}nimprovement
in the use of domestic and international patent-information; "and
internationalization of the entire system.
- More specifically,:Japan is trying to deal straightforwardly
"with the four major:problems any advanced nation.-faces: first, -
the continuous. increase in. the -number of patent-applications::'”
 second, the. fact that: technologies. are.:becoming ever more-
complex,-andnsd are theepatents;-thirdy_the.spectacular.increase
in the volume of information to:beLua;iiisd/in:issuing a patent;

and: fourth, as-a result of-all- this, the greater:amount 6f%t1me5

[ nee'ded"'t'O.'"PI'O‘C'E'S'S"_":"'a:"'?a'féﬁﬁ-; ’The'coreof'Japan '_'s Progr.am'.,to_- deal [

with-these problema:iis computerization, the ultimate goal:of!
which:is to make: the better .part of patent processing: "paper~ .
less." This papeﬁﬂreduetéeﬁ project-began: last year, and it:is’
~expected to be ébﬁpleted in: 10 years.: .. |
Another part of the present preogram-aims.to. turn to the::
private sector for.a good portion:of.the patent processing work.
Despite the all-ocut effort to computerize the whole system, a
_substantial part.offthErexaminiatioh,process will -continue to be

..done.by the human brain.: -Torrationallze thisﬂpartfofﬁtheprtEQt

'pxbcésSing‘workytwe'are,wamong~other»things;ﬂasking_the;patentwn




!appiiéants; both ‘individuals. and corporations,; ‘to be more:
‘selective in their applications.

"We are-also making effort in other ‘areas. For:one thing, we

are trying to:increase the awareness among the=Japanese of :the -
foreign systeerof-patent'protection-intgeneral-and-the
importance-of protecting well-known foreign-trademarks‘in
sparticular.. For another, we-are trying:to iﬁcféaSeffamiliarity

with the Japanese patent system:among foreignfappliCants.

q-het ‘me briefly=touch-on-the‘internatibnal frictions we have

seen-recently on industrial property.. The rapid advancement in-

high:technology: and. the concémitant“inctease'in technology  trade
in recent years- have caused:some disputes. among the advanced
‘nations as to industrial property protection and management:. In
an effort to reduce'shéﬁiffictions, the ‘Japanese Patent Office:

held a series of international conferences to:increase knowledge .

of:thevJapaneée‘system-amonngoreign applicants; .One ;such
conference was held in February last year with represenatives of
21 U.S.-corporations participating;. another, héld'in November
last year, saw the.participatiocn:eof 11-U.5.~ corporatlons- and

i~
still another was held in February'this year ;;}fﬁﬁéopean

'corporations;- Other: conferences of similar nature. have been held
with the American ChamberioflCommercefin.Uapan:andzthe European
Business Council. .

. Of “the. requests for improvement: :ecelved in these
"Wconferences, those that could be acted upon at once have already

'been“responded to,.whileuthosecthat require. legislation:will:be




examined by the Council.on Industrial froperty. We expéetuthé
Council to hear the v1ews prov16ed by forelgn patent appllcants;

ST

during its dellberations.

- The JapaﬁeselPatent Office is alwaye open £élé§e}y§£é;* es. ;,_:a;,
part of 1ts drlve to 1nternat10na11ze 1tself, 1t is plac@‘!- |
special emphasls on the effort to harmonize with other natlonsﬁ“-
the patent applicatlon procedures and patent management, and 1s
pleased to hear about any recommendatior that might ald that v

effort.

Finally, let me express the hope that thlS Chicago congress
of the Pac1f1c Industrial PIOPEItY Assoc1ation will be as R

fruitful as 1t has been 1n the past.

Thank you very much.
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i ‘MESSAGE.
from ‘Honorable Donald. J, Quigg

U.S. Commissioner of Patents and Trademarks

Mr,., Norris, Dr. Mifune, Honorable Guests, Ladies and Gentlemen:

I am pleased to extend my congratulatlons to you upon the
‘;openlng of the Slxteenth Congress of the Pac1f1c Industr1a1

'Property A55001at10n 1n Chlcago.

It has been my pleasure to be with you, both as speaker and
observer, at several of your earller Congresses. I am sorry
to miss this one. I had been looklng forward to part1c1pat1ng

C
.in your pEEﬁﬁggg and renew1ng many old frlendshlps

You will be pleased to know, however, that my . absence is.

entlrely in keeplng w1th1n the Splrlt of PIPA s goals and

aspirations, namely, continued cooperation between the Japanese

Patent Office, the European Patent Office, and the U. 5.

Patent and' Trademark Office.

You have been advised of the cooperative effort by those
major patent offices to harmonize automation efforts and

procedures within the three cffices.

This year's Trilateral Conference on Patent Office Cooperation

is being held in Tokyo, ironically at the same time as your

PIPA Congress.

ﬁ'
_%
|
|
|



~established and to strengthen property .rights throughout the.

S0 while you.are working: in Chicago:toward -the goal:of international

While Director General Uga,fPresident"Braendli'dfnthﬁ\

and I are ﬁorking in Tokyo toward pétéht office coopefgfi
You in Chicago also will be working toward continued mut;;}\\
understanding and cooperation in the protectlon and transfer

of 1ndustr1a1 property rlghts

By exchanging your views, ‘openly’ in Chicago,:as'Wé'are*doiﬁg

in Tokyo, you ééfve:té deépén.the friendéhips you have already

world.

cooperation, we ‘will be working toward that goal in''Tokyo.

I wish you success in your Congress, and I hope that I will
__be_able. to- JOln you “EE- amfuture Congress o report S5 the-wmw~»wwwwwwwwv

SHCCESS Of our common endeavor




{0W_IN ACCEPTANCE OF THE PIPA AWARD - . .
/OCTOBER 11, 1985

md feel deeply honored to be the recipient of
'In accepting this award I would like to share

pbout some emerging new responsibilities and

"'actlv;tlt_,;_ .now wish to emphasize during the coming -

years, Specifically, I believe that the ?IPA organization has now .

Wachieved such great maturity and reputation, ‘and PIPA's members have

achieved: such great understanding and influence in intellectual

property matters, that PIPA should consider undertaking a more active, - .

and sometimes 1eadiﬁg role in the development, harmonization and use of

" intellectual property rights throughout the world. This would

i/ accelerate the'day that we are’'all able to acliieve the harmonized and

automated World Patent System. with three main patent offices An. U.S. A.,.ﬁg

Europe, and Japan'— as described by Bob Benson in his keynote address

two days ago.

' From the vantage point of active particlpation in PIPA since {ts.:

1nception 16 years ago, 1 have been in a good position to watch and

appreciate the evolution of PIPA, During its first early years, PIPA o

was concerned mostly with organizational structure, the development of

interpersonal relationships between the American and Japanese'gtoups,

and mutual education about each other's intellectual property systems,

During what I will call the "adolescent" years, from about the
fourth to tenth years, PIPA expanded the scope of its interests to also
include studies of the intellectual property systems of other emerging
countries, such as Taiwan and Korea, as well as the worldwide licensing

of intellectual property rights and the utilization of the PCT and the

EPC. Throughout these "adolescent™ years ‘the quality and depth of the

dialogue between our two groups greatly improved, and interpersonal
relationships and friendships were further developed and cemented by
many business discussions and social events. However, the nature of
the PIPA organization remained primarily "educational" and its role in
international forums was generally passive and reactive to whatever

‘intellectual property questions happened to arise.
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During ‘more recent years, PIPA has reached maturity ds ‘an
organization and is now beginning to play a more ‘active role im "'~
intellectual property matters and to exert more influence upcn the
actual course of the development of worldwide- intellectual propertv“
rights —- for example, PIPA's active oppositien ‘to zny amendment ‘of ‘the
Parls Convention to include exclusive compulsory licensing by
‘developing countries, as ‘well as the activities of PIPA and its members
o assisting in the development Gf the patent law of the Piople s
‘Republic of China —— and more recently, the’ arrangement by PIPA of .
direct educational discussions between patent representatives of U S
industry and Japanese Patent Cffice officials. As one encouraging
by—product ‘of these discussions, ‘we now have a worldwide thrust by the
entire international patent profession toward greater harmonization of

patent laws.’

It therefore seems to me that the time may have come for PIPA .
affirmatively to ‘accept and encourage its role as an active 7
policy-making body. The respective American and Japanese PIPA A
committees could in addition to their customary preparation of

educational papers ’ also regularly correspond in order to work out.

:and submit Joint resolutions ‘to the Board of PIPA which contain

'Iproposals for advancing the development, harmonization and use of -
intellectual property rights. Mbreover, once these JOlnt resolutions
are passed by ‘the Board, both.the American and Japanese members could
cooperate in the implementation of such resolutions through their
representation in national and international organizations,‘as well as
~ by direct 1nf1uence upon their respective patent offices,_legislative

bodies and other governmental agencies.y

In this connection, it should be evident that PIPA is uniquely .
qualified to embark upon this expanded policy—making role. The U S
-and Japanese corporations represented by its membership hold a very

..large percentagey :ifnot-a majority; -of all=the world's paténts. The

A

“Jipanese represeta tives are Hsually als0 Hembers, and often officers,
cof the;influentialaJapanAPatent,Association as -well ras the ‘Japanese -
natlonal group of AIPPI, while :the U.S.. representatives are usually’
also members, and often-pfficers, of the American Bar Association and
the American Intellectual Property.Law Association ds<well as the U,§,
national group of AIPPI,, known as: the, International Patent and *= =%

Trademark Associlation, 9




ion, the commercial and legal interests of both the
Japanese members are usually identieal.’ As leaders in

velopment, both the U.S. and Japnese corporations which

% have a common interest in the sound development of . -

3_“ii______u_mbroperty protection,

_Moreover, in view of today's problems in balance of trade, it is
very important for PIPA to emphasize the role which strong intellectual
property rights can play to legitimately protect the flow of trade in

newly innovated products and processes.

As one specific example of where.and_how_PIPA could_make‘such a
_'positive'conﬁribution, I would like to reieruagain to the subject -
"Harmonization of Patent Laws". As menfioned previously, PIPA was
Instrumental in helping to arrange meetings between U.S. industrj
patent representatives and Japanese Patent Office officials during
which the impqitance cf such patent law harmonization has been raised

and emphasized.

The USPTO,:JPO'aﬁd_EPO have npw’ihcldded this subject of patent

e d W h.a.moni.zation. intheir trilateralﬂ.“d.igcusgions.’...‘and... this .subj ec.t... o

also being actively discussed by patent associations in the U, Ses . Japan
and Europe. Periodic meetings are also being held on this subJect

between these patent ‘associations and the three magor patent offices.

WIPO has also held a series of meetings 1ooking toward possible‘
international treaties on certain harmonization pr0posals, including
the question of a uniform grace period, as Well as requirements for
granting a filing date, and the requirements associated with the naming
of the inventor. AIPPI has also established a special Committee on
Harmonization of Patent Laws which 1s wcrking closely with WIPO on

these and other harmonization proposals.

. quever, for‘the reasons which-I have previously mentioned, PIPA

1s probably one of the best qualified organizations “in which such
harmonization proposals ocught to be developed and promoted. The
American and .Japanese groups could work out agreed-upon proposals for
hayrmonization changes in both the U,S.: and Japanese patent laws and
practices and could jointly urge their respective patent offices and

governments to implement these changes.-

~8d—




The. USPTO and' the JPO.could then“also promote :similar harmonization
changesiin.Europeanfpatentulawfand-prhcticerduring‘théifitrilatEraL*'?
conferences with the EPO,- PIPA could also advocate such agreed-uponi”
harmonization proposals and common.positions <in- WIPO -deliberations, ‘and
PIPA members-could use their :influence ‘in other mational:and 7 =- = =
international intellectual property associations to bring about the™
implementation of such agreed-upon proposals and common positions., In
this way, PIPA would bé making an Increasing contribution to the’

development of the world's batent system,

In this connection, I was most pleased and encouraged by the
excellent paper delivered by Hayashi-san concerning the problems which
foreign applicants have with the U.S. patent system. As Thompson-san
noted in his comments on the paper, the U,S. applicants likewise have a

- list of problems which they have with the Japanese patent system, All

" of these problems should be openly and thoroughly discussed and
agreed-upon proposals for harmonization eventually worked out.

- However, it would be better, at first, to concentrate upon the simpler
procedural problems rather than upon the very difficult substantive

problems arising from the first-to-file vs, the first-to-invent

As just a2 few examples of the subjects which might initially bé
covered by such agreed-upon harmonization proposals T would include:
(1) Uniform maximum requirements for obtaining a filing date.
(2) Uniform prﬁcedures and time deadlines for meeting all filing
requirements, and . .

(3) Uniform format for the disclosure on invention.

Ladies and gentlemen of PIPA, as you may appreciate, it is with
deep emotion that I accept this award and join my dear friends

. .. Baotome—san, Banner—san, Matsui-san and Adams-san in this:great honor.

. PIPA has always had a special place in my heart and has led to many -~ - =~ s =

e @@ p--friandships—Its—development—and sUeEesE Has alsc beéen a great
' source of pride to both Saotome-san and me,jsince we like to think of.

ourselves as 1ts two grandfathers.




--Since I.will -soon. be {.retiring...f_r_bmz-the ‘General::Electric: Company,
this award is: alsoi-a most. appropriate. retirement: gift..: However,: I do ..
hope. .to remain active din.matters relating to the development:-of the:.
world's patent systems: and look forward from time to-time;to‘contihUExi
.to be able tp. attend future PIPA .congresses as a kind of ex-officio.':

member. .ocos waivd o

Thank you very: much.

—24—




The USPTO' and the’ JPD-could thenialsc promote similar harmonization
changes in Furbpean patent:law and:practice during thelr trilsteral: =
conferences with:the EP0. PIPA .could also advocate siich agreed-uponi
harmonization‘prbposalsﬁénducoﬁmbn'positions in" WIPO deliberations., ‘gnd

PIPA members could use theilr influence in other national and #!-7 =i o

international intellectual property associations to bring about the /=
implementation of such agreed-upon proposals and common positions, In
this way, PIPA would be making an increasing contribution o ‘tha'’ L

development of the world's patent system,

In this connection, I was most pleaéed and encouraged.by the
excellent paper delivered by Hayashi-san concerning the problems which
forelgn applicants have with the U.S. patent system. As Thompson-san
noted in his comments on the paper, the U,S, applicants likewise have a

1ist of problems which they have with the Japanese patent system, All

of these problems should be opeﬂly and thoroughly discussed and

. agreed-upon proposals for harmonization eventually worked out.
However, it would be better, at first, to concentrate upon the simpler
procedural problems rather than upon the very difficult substantive
problems arising from the first-to-file vs. the first-to-invent

systems.

‘As just a few examples of the subjects which might initially be
covered by such agreed-upon harmonization proposals I would include:
(1) Uniform maximum requirements for obtaining a filing date.
(2) Uniform prﬁcedures and time deadlines for meeting all filing
requirements, and :

(3) Uniform format for the disclosure.on. invention.

Ladies and gentlemen of PIPA, as you may appreciate, it is with
deep emotion that I accept this award and join my dear friends
. Saotome-san, Banner-san, Matsul-san and Adams-san in this great homor.

_PIPA has_always“hadwa¢spegialﬂﬁlace4in my-heart--and has-led to many

ammm«fééudeepmfriendshipSi*jﬁtsfdev21bpméht“aﬁd“suﬁEess.nés 4150 bean a preat

source of pride to both Saotome-san and me, since we like to think of ..

ourselves as its two grandfathers,




_Since-_;I- will soon:be retiring from the General Electric. Company,::
this award is:also’ a most:.appropriate.retirement: gift. However, I.do .
hope to remain active in matters relating: to the ‘development: of-.the: :
world's patent: systems and look forward from time to time teo continue .
to be able to_ attend: future PIPA congresses: as'a kind:of ex-offieio. -

member, .o i

T e o U U I

Thank .you . very: much, -
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ADDRESS BY DONALD W. BANNER TO

PACIFIC INDUSTRIAL PROPERTY ASSOCIATION .

"1984 Amendments to U S Patent Law and Proposals

for Addltiunal Amendments"

" The: United States is attempting to 1mprove its 1ntellectual
:property laws in order to strengthan 1ncentives for 1nnovation,
1nvestment and creat1vtt§ |

Last year-the U.S. Cengress made changes in: our intellectual
Ptoperty,laﬁs~which have been-calle& the most 'significant since:the:
adoption of:the 1952 Patent Act. -“There were over 100 bills introduced
-on ‘intellectual: property-in 1983.and 1984, and nine public’laws that:
were enactedAby-angress-contained'provisions?affecting intellectual

proﬁerty:=w

-Several of -the:bills.that did not:pass-in theTiggtUEbngtessbhave~
: been ‘reintroduced this year. tklsa;‘some new ' legislative issues have
emerged this:year.

+I would like to first:review the highlights of last year's:changes,
«Land«then'discuSSfpatentﬂlegislétiqn'whiéh*might be:enacted: into “law'in

this year or next year, -

. PATENT LEGISLATION ‘ENACTED -

Patent Law. Amendments Act of 1984 _"

"anymofﬁthe keywchangeswmade 1nmthe~patent~4awm1astmyearmuere~4n

-Public ‘Law 98-622, ‘entitled :the "Patent ‘Law Amendments Actuof:198éf"




Donald W. Banner B VRN I SO T RO Page 2

It amended section 103 of the patenﬁ law by adding a sentence at
the end whxch dlsqualzfles from prior art under section 103 certain
unpubllshed subJect matter which is commonly owned Spec1flca11y. the
new sentence at the end of SECthﬂ 103 reads as follows.

Subject matter developed. by another-person.‘which‘qualifies-as
prior art only under subsection {f) or (g) of section 102...
shall not preclude patentability under: this section where the
subject matter and the claimed invention were... ouned by the
same person... T =

The purpose :of this provisioniis to prohibit the:use-of
confidential technology developed by one member-of a corporate \Or .’
university research team.for being. used to prevent patenting of the:. -

invention:of another:-team member. .Related changes.were made.in:section .

llﬁﬁofptherpatent‘law;-also,to-facilitate*team:research.z Section 116

_d1d not. physxcally work together:or atithe same time; . (2) each:did not
makemtheusame type-or: amount:of contribution;-and: (3} each did not:make
a conﬁtiﬁution to the subject matter to every c¢laim of: the- patent. =
- The Patent: Law Amendments: Act also made a-related:change in.section
.;iZO-Of Title 35.- -~That section now ptovides,that‘an”applicantVc#n obtain
- the benefit of the filing date of an earlier épplication;when”not all
ﬁhe inventors named in the application are the same as the inventors

named in the earlier . applicatiom.. .- on: 7iyad

pétent:pracﬁitioderS!anﬂ:they:Eré"EISquuitercomplgx.'uThé-chanQES in
these “three :sections go-a long way.to improve the law:.as it relates.to
inventors engaged in team research, but some further change may still be

desirable.

... These changes in se_ct_io'ns...l,03...‘.,l?:l_,;ﬁ,.,s;a_.liﬁ_-,_.. 120, are. very.important.to. . ... ..

now allows inventors to apply for a patent jozntly even though ’1) they :
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I beliéve it would have been better Lf the amerdment to section 103
which disqualifies subject matter under sections 102 (f) and (g) f%bﬁf
prior art under section 103 had gone'fﬁfthef“ahdﬁdisqualif;edcffbﬂ
co'm:‘n'c’ri.ly1:)!&&1&61‘'p.:-zte.:n't':'a;:vpl'i:c':a‘i‘;."i.'cans“‘r.'l"nj'.c'h"*qii‘a'.‘ti'f”):rzas?prit:rl.-"'a'rt'"iu'ui'é.-i'':";E
section 102 (e). The problems ﬁifﬁ"uﬁpﬁbiiShédiﬁribf:éftTﬁbuldjhaVEi"
xﬁﬁeén's&ivé&'ﬁbfe”combléteijfif"thé'ﬁéw’Sentendéfatithe'éﬁd”&f section
103 had included a reference to ‘section 102 (e}’ ™

5‘[1ﬁﬁthe”fu$h'td'eﬁaﬁf the Tegislation at the end of ‘last year, the
- legislative history was not made as clear as it might have been =
cdnéefhihg‘ﬁhe'iﬁtéht of the ‘changes. be‘ihétéhéé,lfhéfévﬁhg confusion
’“hbout5thé'heéd:for“éhangiﬁglthe"Péteht and dedém&fkJOffiééié”bﬁfibfhsn
“'double patenting réjections involving two ‘applications With commen
ownership but different “inventive éﬁfitiéé".JJThéﬁieéi§IétiV€ Hi§£3%§
.“,$§§§f¢.‘5.... that Congress expected the Patent and Trademark Office tol ="
reinstitute“fhé"ﬁtééﬁiéé.df'rejeétiﬁg c1ﬁiﬁS”iﬁﬁcdﬁméﬁiyfaﬁﬁediﬁéﬁéﬂff
-applicAtionsfoffAifféﬁeni'inventiﬁe entities on the ‘ground of double of
 ',':'ait:ent':iﬂg.'-"'f

* This‘statemsnt in the legislative history is ﬁﬁéziiﬁé,hﬁéééﬁge‘tﬁe
amendments to sections 103, 116i*§nd”120{sééﬁzia”haﬁéﬁnbihingﬁfo do with
“double’patenting; - Nevertheless when the Patent and Trademark Office
adqptéd’its“regulatidné”fo'impléﬁéﬁt'Ehé”héﬁ‘iahj;fﬁ'Qﬁhbuﬁéé&”iffﬁés"
changing its practice 6n*doﬁb1é”béteﬁtﬁn§}° Tﬁisztohié'céﬁé'upgre;éﬁgiy

U.S.P.Q:*ﬁSI:{IQSS)E“*&ﬁé¢é tHé-bahft”fﬁlgaithét“tEﬁéfésg“hg&””f'“

' ’réaffi%ming"th¢~pf&é£iceiaf*%éjééfiﬁg’éiaiﬁs*1ﬁ’do£m8ﬁ1§'dﬁ%&d‘*“*?”’;'
“‘applications with different inventfve entities on the ground of ‘double
patenting, and said that it had been inconsistent with earlier court

—99—
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;decisions for the Patent end Trademark Office to have ever stopped
making this type of rejection anyway.

Turning now to other provisions of the Patent Law Amendments Act,

the act overruled the_SgpremeﬂCourt}s,19?2_decision in. the Deep South .

AN —~r—~.u--_\‘—-f-_-g.\._;_, SN

case. You may recall that the. invention in Deep South was a shrimp.
dgygining machine.. Components were manufactured in the United Statgshhj
a competitcr.of the patent owner gnd:shipped_tp_B:azil'in_Less than
completely assembled form. Final assembly in Brazil required less than
one hour. . .
- _The Papent Laﬁ Amepdments_Act plugggd this loophole in the patent
”;au_wh;ch_had‘allowed_qompetitors of patentzoype;s_to_circumvent patents
by moving offshore to complete final assembly .of the invention. The law
added a new subsection (f) to_BS:H.S{C{ 271 to make it infringement to
~supply components of ‘a-patent invention, or to cause compoments-to-be: - EETRP
supp}igd, that are to_bg combined_outsi@e the United States.
. The Patep;_Law_Amendments Act also authorized parties involved.in
~ patent interferences to arbitrate their disputes; This changg_parallgls
a provision that had been enacted in 1982:éowguthgrizgﬁarbj;ration of
“pgﬁent_va;idity and infringement in other situations.
: N Thg Act also added a new section 157 té the_pateﬁtnlaw_tq,e;tgblish

an elaborate system for issuing statutgry inverition registrations,.or

"SIR's". SIR's are for people who elect to file a_patent application
and then. waive their rights to obtain a patent. The original idea was

to provide an alternative to patenting ﬁor government. agencies.. .

Subsequently thg_bill was\p:quengd:torallow_p;iyatg_segtor_applic;nts

to elect SIR's as well. I understand that the early statistics from the
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Patent and Trademark Office suggest ‘SIR's are not being ‘used very much
§o far, either by goverrment sgencies or by private applicants.’ = < "
The Act merged the PTQ's Board of Appeals and Board ‘of Patent

Interferences into'a new board called the Board of -Patent Appeals and
Interferences. The new boird came “into Heing7ihlﬂérch."ThehﬁEW”Board
has ‘authority to decide issues of patentability diring ‘interference '
broceedings. Under“the'dld'1aﬁ;i£h§*ndard*of Patent Interferences =~ °°
iacked aﬁtﬁbrity"to consider questions of patentability when détermining
-priority of invention exéept“ghen'the patentability issues Uéfgfi:“*;
considered to be "ancillary" to priority., The new lau‘iS”inteﬁdeﬁ'to”“-
make “interferences simpler and less costly.

Other 1984 Amendments -

That ‘completes my ‘simmary of the Patent Law Amendments Act of 1984.

I'will mention briefly ‘some ‘of the main provisions from a ‘few of tha ...

other ‘eight laws passed last ‘year which affected intellectual property:
One law made several miscellaneous changes relating to gaverhﬁeht*
jpéféht-[fbiicy 41'thaf5isfrthéﬁpolidyJhith?feSﬁéctjiozpéteﬁtsxﬁﬁyél
inventidﬁé”éfiking'frpmsébﬁéfhméht?fﬁhded research. ?Thé”iekigléfidﬁ‘ 
‘repéaléd the five year cap on‘the lehgthrﬁf:QXhlﬁsive licenses granted’
bj'ﬁhiVetSitiés”énd'sméll'busineséestﬁhéh“thé}‘iiéénse'iﬁVGhtionﬁ A
resulting ‘from governmént-funded research. The legislation alse added a

requirément ‘that preferénce be given to small business licensees. The

“18Hgstanding Proposi)ité give”large ‘blsiness contractors the same rights

‘to'obtain ‘€itle to'Federally furded inventions that Congress gave to
universities and small businesses a few.yéaéséag6°did'ﬁéﬁ:5;§§.f:H"Eﬂﬁ

“'In the trademark area,’ the mBStaimbaftﬁht Eﬁihée'iastfjééfrﬁas the
* "Trademark Counterfeiting Act of 1984." 'This legislation was passed’in
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an-effort to stem the epidemic of counterfeiting of products bearing. .-
registered_trademapks,,;Estimgtes have been made that Aﬁerican_companies
have been_}psjng_sevgralzbiiliqn‘dollqrs;of'sales a year :because of

. COUGFQEfEiF}HE-‘Z,,;

;.PwAnotﬁgr:piecg-of.trAAemark legislation overruled the Ninth .
Circuit's test fo;ﬁgengéi;nessbyhich_was put forth -in the Anti-Monopoly
case. The legislation in essence amended the Lanham Act. to make.clear.

.that a tgrmiqén fqnqtiqn_as a trademark . -- that is, can funcﬁion‘to
identify the source of goods or services -- even if the identity of .that
'sogrcgygs_unknoyn,.
The most significant 1§gi§lation_relétgd io,copy:ights,last;year.”
was the "Semi-conductor Chip Proteétion Act of 1984f“q15trigtly ;pggking

this is not copyright legislation. It takes the form of a separate

~-chapter of the title of: the U.S. Code -which relates-to.-copyrights.--The--..

act provides a ten year.pg:m:of protection for “mask works" and:allows.
competitors to engage in what is called "reverse engineering."

The law containing the, Chip Protectjon: Act also had a title called
_"Federﬂl_varﬁs,lmprovements-“u_?hai~FiFlE-mﬂde‘seVE:ﬁl‘tﬂﬁhnicﬁl
-qhagggg,.inqlpdipgxspme_gffecting.the Court qfiﬁppgals for the Federal
Circuitfi_lpqélimingtga the requirement that a party.taking an appeal.

. ffqm:;ﬁewﬁatggt and Trademark Office to the Federal Circuit in patent.

cases must sg;rfqrth_ﬂygasons_pf.appgal."} It also gave the Federal

_ Cireuit jurisdiction over interlocutory appeals.involving controlling:

questions of law when the subject matter of the appeal is within the .
Federal Ciggui;is:juriSQicgigp.w
..Finally, the Trade and Tariff Act of 1984 was enacted with several

.sections msking specific reference to the protection of U.S.. ..

32—
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.intellectual property rights. The act calls on the U.S. Trade
Representative.to identify instances. of inadequate_andaineffecpivo.a .
.protection of intellectual property rights in foreign countries, . .The =
Trade Representative is to meke.an assessment of the intellectusl ... :
. property laws of our.trading partners in.connection. with the. next.annual
:eport.known as the National Trade Estimates._ . The aottalsg reqﬁirgs:-f
adequacy of protection for intellectual_propertyarjghts;in;deyelopingzﬂ
countries to be taken into. account when. determining vhether developing

countries are entitled to trade. benefits under thg.generalized_gygtem;of

. preferences.

LEGISLATIVE ISSUES FOR 1985 AND 1986

Despite the large number of measures passed last year,: there are .
several intellectual property bill pending. in Congress. .again. this. year..
Some of thege.ageﬂ;ef; over from last year and some are new.. .

One of the most important leftovers is the process patent. .. .-
legislation. This is the legislation ﬁhat_woulaﬂqgke_iﬁ infripggmenp_of
.3 Pprocess patent to import, into.the United States or to use or sell in
‘the Uniteqjsgatosﬁa product made‘qursoas‘by_gho_pq;eqpedap;qcosst The
legislation is in;énded to keep competitors from avoiding the patent by
moving offshore for their manufacturing.

S1m11ar leg1slat1on has been proposed 1n the past. It was

=recommended by the 1966 Pres1dential Comm1ssion on the Patent System,.”

' and even earller. The proposed 1egislat1on would put the U S patent
law essent1ally on a par wlth the patent lavs of many of our trad1ng

partners.
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So far ‘this yéar two bills have been irtroduced on process patents.

In the House of Representativeés, Congressman Moorhead has ‘introduced
H.R. '1069. " "More reééntl&; at ‘the end-of July, Senator Mathias - -
introduced S.-1543, ‘with seven other U.S. Senators as co-sponsors.
‘Seriator - Liutenberg of New’'Jersey has taken aﬁpafiicﬁlar'intérest in this
legislation and appeared with Senator Mathias at the news conference.
annoUncihg'the‘ihtroductianOEthe'bill;*‘

‘HThé”cnly*knOWﬁ opposition tO'EheHIegislaticn is from' the kehéiiév

-phatmaceutical iddustry. The generic companies claim the legislation

would cause higher prices for generic drugs. Most of the materials ‘used

in generic drugs are imported.
The Hathias bill cohtains-é “§féhdfa£héf ciauéé" intended to

alleviate the ‘concerns of the generic drug Gompanies by 2llowing

‘competitors of the patent owner who are importing materials befor
date of introduction of the bill to continue to do so after
iptroductioﬁ}* It’appeatk”doubtful'ﬁhéfher'this'HaS'éliminated'the
“‘opposition of the generic companies.

Both ' the Sanate and the House of Representatives may hold hearings
on the process patent legislation soon. I believe it Qili'béja"'w
Signifiéanﬁ'imprOVEmént”iﬁ U}S;‘pétént law if this‘iégislétioﬁ is

passed.

B maJor b1ll that has been lntroduced An. the u. S Congress very

recently is S 1647 Senator Lautenberg s proposal to amend sectlon
337 of the Tarlff Act The b111 is called the "Intallectual Property
nghts Enforcement Amendments of 1985. Senator Lautenberg 1ntroduced

it on September 13.

_3'4",
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Section 337 of the Tariff Act is the sectlon whlch euthorlzes the U.S.
Internat10nal Trade Comm1551od to issue exclusxom orders to prevent
1mportat10n of artlciesllnto the Unmted.States in certele‘ |
c1rcumstancest. S. 1647 would ellmlnate the requlrement for pateet
trademark and copyr1ght owners te show that the 1mportat10u would
“destroy or suhstantlally 1n3ure a U S‘ 1ndustry The bril also
.ellmlnates, for patent trademarx, and cqpyrlght cases, the need to
.establish.ttat'there is any lndustry larger than the pateut,

.tfedemefk or cop?tight'owner 1tself.

In addition, the bill would eliminate the requ1rement to prove that

the 1ndustry is eff1c1ently and economlcally operated". The b111

wduld'aleohmake 4 number of other changes to éttehgthed the relief =
available under section 337, including requiring the ITC to act within

‘90 'days on any applicetion'for a tembdraty'exelusiod:order.1”'

According to Senmator Lautenberg, S. 1647 is not a substltute for the
process patenc bill S 1543 He has stated that he belleVES the two

'b1lls complement each other, and that both are needed

S. 1647 is compliCated 1egislation. Most members of the u. S. patent

bar have not yet had time to study all the detalls.

A b111 that .2ppears.to be non= controver51al is 8+ 1230, r1ntroduced

by Senator Mathias to implementﬁChapter II. of. the Patent;Coopefatiqn-,
Treaty. Chapter II, of course, deals with international preliminary
examination of patent applications.. The bill may be approved by the

Senate Judiciary Committee scon.
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Senator Hathlas has also introduced S. 1093 to extend patents to
compensate for delays in obta1n1ng marketlng approval from the .
Env1ronmental Protectlon Agency for inventlons in the agricultural o
chemical f1eld. This leglslatlon 1s s1m11ar to the patent term _ :
exten51on blll for drugs wh1ch passed last year. | -

A hlghly controver51al matter ‘this year has been the legaslatzon to
author1ze appropr1at1ons for the Patent and Trademark Offlce for the

next three years. The House of Representat1ves has already passed a

-bill, H.R. 2434. The House passed blll and a Senate blll recommended by

the Reagan Admin;strat1on, §. 866, are eurrently pendlng in the
Judiciary Subcommittee.
Intellectual Property Gwners, Inc. and other private groups have .

strongly opposed the Administration's proposed cut of $16.9 million in

““public funding for the Office. The private sector is very-interested in

maintaining and improving the quality'of patent‘examinatiqnuperfqrnedVhy
the Patent and Trademark Office. The bxll passed by the House restores
the $16 9 m1111on also adds to the various prOV151ons supported by the
prlvate sector relating to PTO fees and automat1on of the PTO seareh

files. H.R. 2434 limits the amount of future fee increases, prohlbits

the Office from charglng the publlc for access to the patent and

trademark search TOOnS, and prohlblts spending user fees to fund

autematlon progects. Flnally, the b111 prohlbits the Patent and

Trademark Off1ce from enterzng certaln exchange agreements wlth pr1vate

companies relating to automatic data'processing.
" The Patent and Trademark Office authorization legislation is
expected to be Teported out of the Senate'Judieiary'Committee”inﬂthe'””

near future.
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-Senator Metzenbaum has introduced S. 1358 to azuthorize the:U.S, .

Department of Justice, to.challenge patents:in:court ‘whén owners: fail:to

file interference settlement agreements in the Patent and Trademark - - -
Office.- This legislation would overrule the Third Circuit: decision of a
few years ago in-tﬁe FMC case, which heldfthat"the‘Justica'ﬂepartmenf‘u
lacks standing .to challenge: patents for failure to file settlement-
agreements.

Another  legislative proposal relating to interference: settlement

.agreements, which was considered last year and might .be considered . =

again, is a change to make it easier fO‘excuse_an"inadvertent-faiIUre{to
file a'settlement agreement in the Patent and Trademark Office. ' Last

year's proposal would have-changed the:"inadvertence" standard to

"through error-and-without deceptive intent.": -The legislation also i

:disc:etionwthexCUSeafailure.to file a settlement:agreement.

Another- left over item on which a. bill-has not yet been inttroduced,

but may be, is the proposal to modify the doctrine of the Supreme. '~

Court's 1969 decision: in Lear v.. Adkins. -Before the Lear case,”a

licensee was Mestoppad" from'questioning the validity of-a patent under

... which he was licensed. - Unfortunately. the Lear opinion. and subsequent

lower court interpretations: left the licensor in an unfair bargaining

pasition. The legislation which may :be' considered ithis year: would

'"ﬁtfeﬁpt5t0 réstdfe¥hﬁiéﬁﬁftébléfbéiaﬁcéﬁﬁétﬁééh3tﬁé'righté'6fu1iééﬁsd}sﬂy

-.and licensees. . The legislation which may '‘be-considered again this year

would attempt to restore 'an equitable balance: between the rights of -

licensors -and licensees. . The.legisldtion would ‘allow ‘the ‘parties to"

negotiate an agreement (1) giving either party the right to-terminste

—37—
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the license in:the event of a validity challenge -and (2).051igating the
licensee .to continue to-ﬁayhroyalties during litigation if the license.
was not:terminated. .

-The Re#gan:Administration.is.expected.to propose again this -year
its-legislation to eliminate the judicially-created patent misuse
doctrine.- ‘Under the misuse doctrine patents are held unenforceable:

because of practices which courts consider improper even when the :- ::

antitrust laws are not violated. . The Administration's legislation would
make the antitrust -laws the sole standard for judging whether licensing
- practices are improperly anti-competitive.

.Three related bills have .been dintroduced relating to ‘transfer of

technology from Federal_laboratdries. These are §. 65, H.R. 695, and
H.R. 1572, : These . bills as initiglly-introduced'contained'a'prdvision
'” quﬁifiﬁthhét”IﬁVéhfdisfémpldYéﬂ”bYTfhémFédéfdlnngéfﬁméﬁtmbénéiﬁén'ﬁt””'“””””{;T"
least 15 percent of the royalties when the government licenses a-patent..

- This. provision has evoked opposition.: I:understand that the bills are

" being revised.:

Congressman Moorhead: has introduced H.R. l900=to-providé-copyright-
like protection.for:industrial;designs}- This legislation haé been: - °
introduced. in each of:the last several Congresses.: There is some. reason
to believe it might garner more support this: year.

.Congressman Kastenmeier, the Chairman. of the House Judiciary

‘Subcommittee which -has jurisdictionvover1pdtents,ﬂtradeﬁarksfnndé}~J~&
~copyrights, -has held a2 hearing.on H.R. 2725, a bill which provides that

"activities occuring on a U.S. space vehicle in-outer space would be .

treated as if ‘they occurred in the United States for purposes .of U.S.

© patent. law.
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As you can see, the legislative-agenda.is a busy one.. It is téo
early to predict with any certainty which itémsfére‘lik91y”£d;§§ss.
There is wide-spread support from industry and the patent bar for the
process patent bill and some of the other measures.

For the most ﬁafF:’I_Béiiévé ﬁhéJiegiﬁla?ioniéﬁééﬁgd_léét &ear and
.the_p%bp§;éi;iﬁé;§g;Q;Aé;éégéd #hisl?eégléré.i@pro#g@eﬁf%\kﬁig@_will

strengthen U.5. patent law.
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It has passed fifteen years since Japanese Patent Law” '~
Article 29-2'becéme:effective. ‘Among those decisions Tokyo
high court rendered based on the article are found some - "'
interesting cases ‘judgements with regard to the suff1c1encv of
the invention disclosure as an anticipatory prior art.

The first, the invention to be cited should‘be~comp1eted- ‘that
is, the completeness of the invention ¢ited'as a prlor ‘art may
" be an issue wheher or not it could'be a prior- art. The ™~
second, it is shown'that the more objective logic has ‘been
. recently necessary when the reasoning "SubStaﬁtiélly

identical with the’ prlor art”'1s applled in the examlnatlon

I. Forward : '

-In case that the invention of the 'present application”is
considered to be unpatentable over the prior art ‘cited by the
Examiner, the. -applicant-may question how" suff1c1ent1y the -
prior art-is disclosed in connection with the" invention;’ and7
whether or not the invention is tTuly unpatentable thereover.®
This question is particularly of importance when'the invention
of the present invention is considered to bé?idéntital‘bf
substantially identical with the prlor art. ASlde from a case
..where -the -invention+of-the- present appllcatlon 1s clearly
identical with the prior art, a determination of whether or
not the invention is "substantially identical" with ‘the prlor
art appears to be controversial. ‘The Manual of Patent _
Examining Procedure by the Patent Office provides the cr1ter1a
for "identical™ as well as- "substantlally identical"™’ by way of
example. ~However, the issue’ of "substantlally 1dent1ca1“ 15
. always raised by respect1va cases. o o '

. The number of cases where the decisions are glven on the
grounds of "substantially identical"” has 1ncreased espeC1ally
since Article 29bis of JPL 1is added by the Patent Law
“Amendments Acts of 1970 (May 22 1970, ) To th15 endy’ the
“sufficiency’ of disclosure in the prior art is of great concern.

It should also be mentioned that the issue of "1dent1cal"_and

‘"substantially identical™ is raised in case of Article 29,

Paragfaph'l'and-ﬁfticle 39" of JPL as well as Article 29bis’ of’
' It has been fifteen years since Article’ 29bis of JPL was
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added. - A number of decisions have been given on.the grounds of
"substantially -identical™ under Article 29bis of JPL in
connéctiqn with the issue .of patentability.: .. ;

- 'The cases where the test-of patentability-is directed:to
""ubstantlally identical™ will be analyzed below. The- -
sufficiency ofwdlsclosure in the prior art is discussed in the
“‘event that both inventions at issue are decided to be
substantially identical, and that the prior art is not
sufficiently disclosed and is considered to be :incomplete, and
thus, can not be used at a reference. '

ﬂ Comparison of relevent Articles in the cases

There will be analyzed the decisions given by the Tokyo
High Court and the. Supreme Court since 1975 where the issue of
“"jdentical' and "substantially identicdal" is raised in connection
with Article 29, Paragraph.I, Article 29bis and Article 39 of"
the Japanese Patent. law as well as Article 3, Paragraph i,
Article 3bis and Article 7 of the Japanese Utility Model Law..

1. Summary of the Decisionms , :

Attached Rereto is a 1list of the decisions, showing. case:
“”ngmﬁer brlef _summary of .the. dec151ons,,"1dent1cal"'
"substantlally ldentlcal“‘and appllcablllty of prlor art

2. Tendency in cases. . : :
{1} Tendency. of appllcatlon of "substantlally identical"

In these- cases, the followings are statistics in. respect
of cases where the issue of "substantially‘identicalﬂ_isVraised.
Article 29, Paragraph 1 of JPL ..19% (10.out of 53.cases)
Article_ngis of JPL = - - . 50% {9 out of 18 cases).
Article 39 of JPL - 29% (7 out of 24 cases).

. . . _ (Nete: see Attachment)
. As is clear. from the foregoing, the issue of "substantially
identical'™ is raised more in the cases where Article 29bis of
. JPL. is.. appllcable than in.the other cases..

It is assumed that this is: due to- the character- of
Artlcle 29bis of JPL per se. P .

Article 29, Paragraph 1 of JPL is: appllcable to cases:’

Mt I

where the invention of the present application is con51dered
~ to be identical with the prior art already known at the time
of filing the same. If not identical, however, when the

_i
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invention of the present invention may re¢adily ‘be ‘made on:the
.basis of the prior art and other related prior art, -the
invention may be considered to:be unpatentable under Article
29, Paragraph 2 of JPL. Application of ‘Article 29bis of JPL:
is limited to cases where an -invention disclosed in the
specification of an earlier filed application, which has not:
been 1aid-open~at'the time of filing the. present.invention, -
is identical with the present invention: ‘Accordingly; when: "
Article 29, Paragraph 1 of JPL is applicable, namely; when'the
prior art is-publicly known, the invention of the present!
application may be rejected: as being obvious (for-lack of an
‘inventive step) over the: prior art in view of.other related
prior art, even if the invention disclosed ip—the,prior'art~is.
assumed to be substantially identical therewith. ~This is
intended to. avoid an.Unnecesséry issue: of whether the'decision
-'1s proper or not. It -will be noted that Article 39..o0f JPL is
applicablg.only.to cases. where the invention of the present .

application is. identical with -an invention-:claimed in an -7
earlier filed application. - To this end, since Article:29bis:
of JPL-is- added: upon Amendment,. such a case has:been limited
..where- a.rejection-of -an-application requires -application-of=
Article 39:0f JPL.. o e g
Thus, the issue of "substantially identical' is of
importance in cases where Article 29bis of  JPL is applicable.
It should be mentioned that specifically as today, the harder

the technical competition, the greater the application of .~
“Article 29bis ‘of JPL, and that the test of "substantially
identical® will-be;more=significant'in:pateﬁt practice than
ever. - o : e ;

(2) Test of identicalness ..

~As is clear from summary of the decisions given in the

respective cases, there is ‘no ‘'difference between the respective
“Articles of the JPL in connectidn with ‘the test and criteria of

- Midenticalness" inclusive of *"substantially:identical'. It is
~understood, therefore, that the test of "identicalness" by :the
Court does not differ from the standards for "identicalness" by
~the Japanese Patent Office: - '




«-(3) sSufficiency of Disclosure in the Prior Art

The ‘sufficiency of ‘disclosure in the prior art-has rarely
been discussed. ‘However, there are some valuable cases
requiring that "the invention of an earlier filed application
be complete." :Heretofore, the:completeness of prior art has
not-been discussed at great length, but attention should -
henceforth be paid to. this matter from the standpoint of
patent practice. This will be discussed in paragraph III.in
-more detail, : ;

(4): In view of the.importance. of a determination-of whether
an: invention claimed is substantially identical to an -
invention already claimed, the practical p01nts therefore will
be. analyzed S

Most of the decisions stating that inventions cpmpared-
-are’substantially identical under Article 29, Article 29bis;"
or Article 39 of JPL are made on the grounds. of "difference in
constructional features therebetween.!" In recent cases,

however,: conclusions tend to be drawn after the differences-
between the prior. art and the invention in question. are"
‘1ana1yzed at great length. 'Therefore, this will 1eter be
dlSCUSSed in paragraph IV with attention paid to its ana1y51s
H. Requirements of the invermtion as are prior art:to be. cited

1. The following inventions quality'as prior art.
__(1} An invention which was publicly known,
‘ (Article 29, Paragraph 1, Item 1 of JPL)
(2) An invention which was. in public use. s
: -(Article 29, Paragraph 1, Item 2 of JPL)
(3) An - invention which was described in-a printed publication.
(Article 29, Paragraph 1, Ttem 3 of JPL)

{4) An invention (or device) which was described in the
specification or drawings as originally ansiexed to -another
so-patent . (or.utility.model).dpplication, ... .

; “(Article-29bis 0f~JPL) - .

(5) An invention which is identical to an invention of another
“.-application. : S o R

© (Article 39, Paragraph-1, Item 2°of JPL)

2. Examination in the Japanese Patent Office

The Japanese Patent Office has acknowledged that "the
Standards for identicalness of Inventions" are not applicable




to cases where an invention:'defined “in a reference cited is -
incomplete. Namély, none of incomplete inventions quality.
as prior art. : : : P '
 The ‘following is aniexcerpt'from'"the'Sténdards for-
Identicalness of Inventions" prepared by the Patent ‘Council on
patent examlnlng standards on ‘August -24, 1977, - | .
Title: the Standards for Identicalness of Inventions
(1) Remarks - : . ' :
~Y. Applicability of the Standards ;
(i) The Standards are intended to determine’
as ‘to whether or not an invention claimed
~in one case is identical to invention
~ already claimed under Article 29 as well
“'as Article 39 -of JPL. :
NOTE: A“description’of the Standards is -~
mainly directed to the test of-- S
‘indenticalness of inventions under Article
39 of JPL, but the Standards are )
appropriately applicable to cases undet:
Article 29 of JPL. '

e (14) - Only-the~identicalness—of “inventions
.is mentioned herein, but identicalness of -
7 utility models as well as between an
invention and a utility model is tested
in a similar manner, '
(i) The Standards shall not. apply to any
- incomplete inventions.
3. Cases
There are only a few cases where the incompleteness of
“prior ‘art ‘is discussed, -but the’ Judge s point of view 'is shown
therein. ' ' ' C
(1) In the case of Showa 57 (Gyo Ke) No 79 -
“(1) Summary '

‘Th'e 'Court -holds that the present invention is identical
-with .the invention of the earlier filed.application, although
"the appellant alleges that thefinﬁentipn of the earlier filed
i“agpplication-is incomplete on the ‘grounds ‘that only a’few

‘embodiménts “are -described-in -the specification of -the -earlier




filed application, and that the magnetic properties is low.
(i) Reasons for the decision ' :

Six embodiments are shown, but are not sufficient.
However, magnetic alloy including- added elements other than Ta
.is disclosed and the magnetic properties thereof is also -
shown. Further, there is no evidence showing that the
invention has not been completed at the time of filing the
-earlier application. It can not be stated that the invention
of the earlier filed application is incomplete since the
embodiments described in the specification and drawings are
few in number, It should also be mentioned that the invention
is complete as far as the magnetiC-pfoperties are concerned.

(i) Comment '

It is decided that the invention of the earlier filed
application meets the disclosure requirements at the time of
filing of the same and is considered to be complete. It is
shown that an invention of an earlier filed application is
required to be complete.as a prior art.

(2} In the case of Showa 41 (Gyo Ke) No.76
(1) Summary

"The appellant states that the invention of the earlier
filed application is incomplete and can not be used as a
reference. However, the Court holds that if an invention of
" an earlier filed application is found. defective, the invention
is only subject to rejection or nullification,-but still
‘qualifies as prior art, and that the present invention is
- identical with the invention of the earlier filed application.
(ii) Reascons for the decision .

The appellant states that an inventive concept in which
_glycine copper. is an active ingredient in the invention of the
earlier filed application, is shown for the first time when

.an_amendment is filed on November 12, 1975....0n the .other hand,

the appellant acknowledges that it is pub11c1y well known, at
‘the time of filing of the present application, that the glycine
-copper belongs to.organic copper chloride. To this end, it is
pointed out that the above statement is unreasonable.  The -
appellant also states that the invention of the earller filled
.application is incomplete.. It.is decided, however, -that even

—46—
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-1if such statement'is‘true ‘the " 1nvent10n is only e1ther rejected
or nullified, but SLlll quallrles as prlor art.

(#ii) Comment ' '

Tt is decided that if an invention of an earlier filed
application is 1ncomp1ete “the 1nyentlon is sub1ect to either
rejection of nulllflcatron but strll quallfres as prror art.
It is understood from this dec151on that an 1nvent10n of an
earlier filed appllcatlon 1s not requrred to be complete
It will be noted that requrrements for completeness of and
invention and the ‘relationship between an 1ncomp1ete invention
and amendment are not drscussed hersrn Thls dec1sron appears
to be controversial in that it is’ not clear whether the
invention of the earlier filed applrcatron qualrfles as prior

art since the present 1nventron 15 cons1dered to be
substantially 1dent1cal therewrth 1n Vrew of the known matter
in the art. '

{3} In the cace of Decision by the Supreme Court 1983 August 9,

The decision which 1nvalrdated the patent is reversed
since an unsuccessful invention was“erroneously reoognlzed as
a successful one in the decision, :':ﬂ' o '
~("Tokkyoho Galsetsu" by Y05h1fu31 page 49) _

(4) Even in the few cases as above the determrnatlon of
whether "completeness" of an 1nvent10n of an earlier flled
applrcatlon is necessary appears to be 1ncon51stent. _
However, it is obvious from the 1atest Tokyo ngh Court'
dec151ons that an 1nventron of an earlrer flled appllcatron
is’ necessary to be complete

4. Academic theory _

Accordlng to the academlc theory,'1t is requlred that an
1nvent10n of an ear11er f11ed applrcat1on be complete _

(1) Any prior art must llterally be complete to negate the
novelty of subsequently flled appllcatrons.(;

“(an” excerpt from "Tokkyoho Galsetsu" by Yneh1Fu31 mpage 99}

{2) The patentablllty (novelty) of a successful 1nvent10n t
'should not be negated by an unsuccessful 1nvent1on of an earller
f1led appllcatron
(drtto) _
~(3) With regard 0 Artlcle 29brs oi JPL Goto states as'ﬂ
hrol’ows |




It must be an 1nvent10n or a ut111ty model
'-descrlbed in the Spec1f1cat10n and
draw1ngs that negates the patentablllty
of an invention of a subsequently flled,.
:;appllcatlon Also when a divisional _
j:appllcatlon is to be flled features of
“the 1nvent10n must be fully descrlbed

:?MMTWW»W_\WKMP‘H [

fln the earller filed spec1f1cat10n and

draw1ngs so that the d1v1510na1
_f'appllcatlon is entltled to the or1g1na1'
| filing date thereof. The so-called
'flncomplete 1nvent10n is irrelevant to
the 1nvent1on as. hereln set forth
In- the event that temperature _
__characterlstlcs need be - descrlbed to

" disclose certain materlal if such A 5 _
__properties are not described, even if J? ;ﬁ{i {
" other pr0pert1es are descrlbed the i' ' : h o
:?dlsclosure of an 1nvent10n 1s con51dered
':7t0 be insufficient.
(Chukai Tokkyoho Vol. 1 page 185) o
(4) It should be understood that an 1nvent10n of an earller
filed appllcatlon c1tab1e is necessary to be ccmplete in_ .
other words, features of the 1nvent1on must clearly be o
described so as to enable any person skllled in the pattinent_
art readlly to make and use the same.
(REMARKS Article 29, Paragraph 2 of JPL spec1f1ca11y stateém;
as follows: "When an invention of a patent appllcatlon is,
identical with an invention or dev1ce descrlbed..,........,"'
It is to be understood that the expre551on an 1nvent10n of a
'patent appllcatlon" is used to mean the feature of the
.mlnventlon as deflned 1" thep laim
3 of JPL.) When an 1nvent10n df a

see Artlc Y 55 Paragr 'h
1led appllcr e

is descr1bed in a speculatlve or suggest1ve manner, it 15"'

earller,

belleved that such 1nvent10n does. not quallfy as pr1or art to

.'"negatlve ‘the patentability of subsequently flled_app;tgattpng.
However, this should carefully be dealt with, otherwise, saeh
patent requlrements become meaningless.)

e & vt P

(an excerpt from '"Knowledge about Patents" by Takeda, page 167)
—48—
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S.«Consideration

(1) It is obvious from theé forégoing cases and academic i .
theories that any prlor art used as a reference must be in.
complete form. S ‘ .

(2) However, conditions for completeness of an invention is-
‘not necessarily-clear. ' CL o

:(3) One-of the foregoing cases, Showa 57 (Gyo Ke) 79, will
again:be discussed below. o & , Lo

: ~With regard to the:alloy depicted in = uonn
the claims, a method of making:the alloy;
and composition-and magnetic properties

~thereof are described in’' the:detailed
description of the invention and drawings:.
-contained in:the:specification of the
earlier-filed application.  The claims-
 appear to-particularly point:out: and:
distinctly claim the:subject matter,
and: to- conform to the:detailed‘desc%iption
-of the invention and~drawings;ﬂ-1t can
not be recognized. that the: manufacture -

technically :impossible.. Therefore, ‘the
~invention of ‘the:earlier filed application
“is fully disclosed 'in the .specification:
.and ‘is thus considered to be complete.
Also, it can ‘not be .concluded that an-
invention of “an earlier filed application
-1s "incomplete ‘on the grounds :that only a.
few embodiments are descrlbed in “the.
specification ‘and drawings,
_ It is understood -from this decision that if an invention
of an earlier filed-application-is described in-:the detailed

~description of ‘the“invertion and drawings in such-a manner as =

of. the magnetic- al]_oy]_n the CLATM S AiG v e

to enable anyone. skilled in the:pertinent art to make and

use the same, the invention:is:considered to:be complete.

'(4j Academic theory in connection with conditions for

completeness of an:invention will next be:considered.

Hatuo Goto states that when a divisional application is to be

filed, features of the invention of an earlier or parent
49—
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application must fully be disclosed in the specification and

drawings *in order for such a divisional application to be '

entitled to the original filing date theredf, and that the - -
so-called incomplete invention 1s irrelevant to the invention
as -herein set forth,

Takeda also states that it should be understood.that an
invention of an earlier filed application needs 'to be complete,
in other words, features of the invention must clearly be. -
described so as to;enable one skilled: in the pertinent art to
readily perform the same;- - T 2

It is recognized that the foregoing theory suggests that
‘an 1nvention be:disclosed in such a manner &s to-enable one
skilled in-thé‘pertinent art-to perform the same.:’

The following® paragraphs are directed to the .question of
incompleteness of an invention-and of inadequacy of a
disclosure in tespect of an invention as:set forth in Article
29bis and Article 39, Paragraphs 1 and 2 of JPL.

There are essential differences between
the incompleteness of an invention and the
inadequacy of a discléosure in a patent

4 and 5.,) It is of the. reason that mno
amendment. is made to complete an invention
of a patent application, which is.considered
to be incomﬁlete,-since.it extends beyond
the content of the application. On the
other hand, an amendment may be made .to
complete the disclosure. Thus, whether an
invention of a patent application is
considered to be incomplete, or-.is not
fully disclosed in the specification,
_largely effects the possibility of
.entering aﬁen&méﬁts;;'Fuféhé}ﬁdfé;:if
~-is relevant-to the:validity of the invention. -~
.of the earlier filed: application,.in case.
of Article 39 of JPL.
. (an. excerpt from "Knowlegdetabout-Patents"
. by Takeda, page: 60): -

. application (Note; see Article 36, Paragraphs ~~—~

A bt e e g e bt e
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In respect of an invention of an earlier filed application
as set forth in Article 29bis of JPL, it is not clearly stated
in the law that an invention déscribed in the specifiéatioh
and drawings,’ which is irrelevant to the clalmed 1nvent10n of

“the earlier filed appllcatlon, qualifies as prlor art. The a
Japanese Patent Office may use such an 1nvent10n as a '

reference, However, it would be practical for such a case
if any, to'be limited to cases where the inventions in

“'question are technlcally related to the claimed 1nvent1oh to
some extent. - S '
“(an excerpt from "Tokkyoho‘Zakkan" by Miyake, page 100)

As mentioned' it is recognized that the foreg01ng theory

- suggests that an invention be disclosed in such a manner as

to enable one skllled in the pertlnent art to perform the '
invention. : ' :
' (5) Definition of the Invention _

(i) As defined in Article 2, Paragraph 1 of JPL, the'tefm
"invention' means a highly advanced creation of a technical
idea on the basis of a natural law. TIt- is understood
therfore, that this definition is appllcable to 1nvent10ns o

_as set forth in Article 29, Paragraph 1, Items 1 to 3, Artlcle"“”'

29bis and Article 39, Paragraphs 1 and 2 of JPL.

A1) Each invention as set forth in Article 29bis and Article
39, Paragraphs 1 and 2 of JPL 1s an 1nvent10n of another patent
application and is ‘thus con51dered to be an 1vnent10n capable
of industrial appllcatlon.

(#) An 1nvent10n as deflned in the Japanese Patent Law may be

111ustrated as below.

invention (Article 2, Paragraph 1 of JPL)
invention capable of ‘industrial application
(Article 29, Paragraph 1 of JPL)

patented 1nvent10n (Artlcle 2, Paragraph 2 of
e JPEY e i e _ e

(iv) The foliowing theory Will'be'found hélpfﬁi
upon interpretation of an invention as set
forth 'in Article 2, paragraph 1 of JPL.

(1 An invention is a ‘concept and is, therefore, naturally
in abstract form. At the same time, however, such a concept
must be embodied to achieve the objects of the invention.
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That is, it may not necessarily be embodied forthwith, but must
Vﬁoseitiveiy be embodied at least in the future. (an excerpt..
:from "Tokkyoho Gaisetsu'" by Yoshifuji, page 51)

C) An invention as defined in the.Patent Law ia a creatlon
of a}technlcal_ldea._ However, be;ng.such creation requ1re55not
only an idea itself.but the embodiment thereof. The present
case of ‘an machlnery invention embraces a question of
1nsuff1c1ent disclosure or scarcity of a requried embodiment
as a machine. In this case, therefore, the invention can.not_be
considered datisfying the law requirements. : -

(ngh Court Aprll 27, 1976; excerpt from "Knowledge
§ about Patents™ by Takeda, page 63} _

() An 1nvent10n involves a creative idea. relatlng to certain
technlque on the basis of a natural law. It is required,
however, that in consideration of the spirit of the patent , :
systems, the invention be 1ntended to enable anyone having -
ordinary skill in the art to which the invention partains: to
perform the same repeatedly so as to achieve its objects and
obtain techn1cal effects (Japanese Supreme Court in the ‘
case pf.ﬂNuclear furnace" .(December 8,:1969); excerpt from . .
"“UKncﬁledee:about Patents" by Takeda, page 46 to 47-and-58 to 59}

(v} In connectlon w1th the inventions as set forth in Artlcle
- 29, Paragraph 1 of JPL, the followlng is a list of disqualified
?1nvent10ns in accordance with "the Standards of Quallflcatlon"

” ' DISQUALIFIED INVENTIONS _ _
Excluded as not being inventions Wthh meet the_

- requirements as set forth in Article 29,
Paragraph 1 of JPL are as follows: (Disqualified
invention) S
I. ,(Non 1nvent10n) _ n
‘I-l,”vThe invention of'an application" which,'

L s a natural law per se. '

1.2 'nThe invention of an appllcatlon" ‘which :”5;_

is not a creation, but a mere dlscoveryc_
I1-3 "The 1nvent10n of an application! which
is made agalnst a natural law. -
I-4 "The invention of an application"” whlch
Hls not made on.the bas;s of 2 natural.
Lav.. : i s

Pl Pt U U
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1-4-1 " "The invention 6f an application" =~ --7¥
" . which is made on the basis of a
- law other thar the natural law.
I-4-2 . "The invention of ‘an application"
which is made an the ba51s of 'a
" mental act. ‘
"1-4-3 "The invention of an-applicatidﬁ"'
: which can not' repeatedly be made
I. (Incomplete 1nvent10n) ‘ .
I-1 "The invention of an ‘application"’
wherein achievement of the objects is'~ =
remarkable questlonable in view of a
natural law. ) E
. E-2. "The “invention of an dpplication™
which does mnot completely deflne'a'
" technical ‘idea, ' ‘
©{-2-1" "The invention of an'applicatiom” - " "
- 'which lacks all the technical |
" Jexpedients necessary for ach1ev1ng
-jits objects,
I[-2-2 "The invention of an application™ -
“ -which lacks part of the technical
expedients necessary for achieving
" its objects.

An incomplete invention as set forth in '"the Standards for
Identicalness of Inventions" is pertinent to an iﬁtomplete
inventien: as- listed:above::~A non-invention-is not“an invention
~and can in no way be used as‘a reference, It can be said that
‘under Japanese patent practice, the above definition of an
incomplete invention is applicable to all the inveﬁtiohs-ss set
forth in Article 29, Paragraph 1, Items 1 to 3, Article 29bis,
Article 39. Paragraphs 1 and 2, and Article 2, Paragraph 1l of

i e o A S R G R R

=T v s understovd "that wheh ah 1n#éht1oh 1éﬁobject1vely=f-
complete as an ‘inventive concept as defined in Article 2, -+ -
Paragraph 1 of JPL, ‘the invention is considered ‘to be'éomﬁlete.
It should by mentioned, however, that when such an invention ‘is
used as ‘a reference, particularly under Article 29bis of JPL,
a test of completeness ‘of:the invention depends .solely -upon how
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éufficiently_the invention is disclosed in the specification
and drawings of an earlier. filed application. It is for this
reason that even if the invention is objectively complete, it
may be considered to be incomplete provided that the disclosure
of the invention is insufficient.
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(7) In view of the foregoing, in order for an invention of an

earlier filed application to be used as a reference, it is
required that the invention be disclosed in the specification
~and drawings in such a manner as to enable any person skilled
in the pertinent art to perform the same.
V. Mere madification of technical features
1. Standards o _ .
According to the standards enunciated by the Patent
Council on patent examining standards on August 24, 1877,
"Mere médification-of technical features in-an-invention means
replacement, addition or deletion of a standard technical
expedient employed. by one skilled in the pertinent art as a
means for achieving objects of the invention, Such modification
is not .intended to .cause remarkable change in objects and
adfantageous effects of the invention, and for example, includes
B8 FOLLOWS T s - i i e e
- (a) mere change of conventional means
. (b) mere addition or deletion of conventional means
(¢) mere change of materials or replacement of
- -equivalent
.{d) mere change of equivalent means n
. (e) mere limitation or alteration of configuration,
_ number or arrangement SR
(£} mere limitation or alteration of numerical value.
.- 2. Requirements .

... In the event that there is a difference between the
invention A and the invention B of a2 cited reference in respect
‘bf‘téthﬁical”featutés;“the“teSt of whether or not both inventions:
aTe substantially identical involves the examination of such a
difference., - According to the standards, the requirements for
which-'"both inventions .are substantially identical™ are as -

. follows:. _ : e oo
{a) . The above-noted difference between be technical features

a-1) one skilled in the pertinent art. ..

e A e ke e e
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2-2) can. duly. apply a mere modification to-an-invention
_ so as to be identical 7
(b) The above-noted difference does not cause remarkable
' changes in objects and effects of the invention.

.. That is, when the, 1nvent10n A is compared with the
1nvent10n B, the follcw1ng p01nts {requirement (a) and
requlrement {b)) should be discussed.

i) With regard to the requirement :(a), the issue of

_whether or.not. "such a difference is due to mere
modification of technical features employed by one
“3sk111ed in.the art" be discussed. The cited
“reference may be supplimented by means of various
" evidences. -already known prior to the filing of the
"aﬁﬁlication. :
) - With regard to the-requirement (b), the-issue of
whether or not "there is a difference between the
- -inventions A .and B in respect of objects and effects"
be discussed. : ST
It will be concluded that when "dlfferent technlcal features
of beoth 1nvent10ns is only due to mere modlflcatlon" "the both
-.inventions are-considered to be- substantlally 1dent1cal "
The test of sameness of devices will be carrled out 1n the same
manner. ' .
© According to the f0110w1ng list, even if there is a tﬁ_"
difference in technical ‘features of both inventions, when it is
recognized that there is no remarkable change'ie ob;egtgﬁqn@:_
effects of the bath inventions, it be concluded that the both.
inventions are substantialiy identical..
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a-1)
a-2)

Requlrements La}
one skilled in the art

can duly’ apply a mere mod1f1caulon
to an invention so as to be '
*71dent1ca1 ' *

‘| Difference is
- [No+difference

die to mere

Difference is
-due . to more

modification | TR mere
{modification
‘SubstantiallylNot identical
Requirement(b)No 7 jdentical identical
, e [differencey oo S case. (1)(3)}  |case (2)
Does the ' - 15)(6)(9)
dlfference 1n :
‘ technlcal
|€eatures of
inventions N _ 7
result in N o S
- - . i sy . - . E b" tll . < o TN
“lremarkable _s%;ght ' identicals |Substantially Not identical
. . o... ~|difference . . . identicdl G
changes” in- B : SR
objects and’
effects
theresaf .
~fremarkabld.  sgeneicap.. |NOT identicaliNot identicall
difference cases (7)(8) |case (4)

NOTE: Case numbers indicate the numbers within the parenthesis
shown in chapter IV, paragraph 3.
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3 Cases

There have been eluhteen decrslons glven by the Tokyo chh
Court, inclusive of two dec151ons by the Supreme Court
respect of Artlcle 29b15 of the Japanese Patent Law (or Artlcle
3bis of the Japanese Ut111tv Model Law) up until now (April,
1985) 51nce the regulatlon is enforced on 1971. Of these = .
dec151ons nine decisions are directed to the issue of
difference 1n technical features of the inventions . (substantlally
1dent1ca1) As a result of analyzlng the content thereof, the
follow1ng crlterla are shown Ain respect of the above-noted
requrrements ,

(1} Showa 54 (Gyo Ke) 43 (see Attachment No 1) L

(The dlfference in technlcal features .of the 1nvent1ons -is

due only to add1t10n of conventlonal technlque. substantlally

 1dent1ca1 )

(i) With regard to the requlrement (a); The dlfference of
techn1ca1 features is due to modification employed by one,
skilled in the art: , oL :

Technical features of the present 1nventlon are. dlfferent
from those of the Adnvention descrlbed in the spec1f1cat10n

“{orreoﬂreﬁegeoee) of the .earlier filed application, .It.is... .

decided, however that the 1nvent10ns are substantially . .

-identical on. the grounds that modlflcatlon of the technical.

features (difference) results from add1tlon of known tQGhD%QP?
described in a known printed publication.. ‘ :

That is, "forced cooling by means of spraylng of water" for
"solldlfylng the top surface to form a cover" is-not descrlbed
in the 1nvent10n of the cited reference. However such a means
is described in the prlnted publication (suppllmental evidence
to the c1ted reference) prlor to the f111ng of the present . .
appllcatlon Further judglng from_standard technical _
knowledge, the invention of the eited_referep;e_does;notuexclude

-"the forced coollng Mo

() Wrth“regard“to“the'reqnirement ¢HE Advantageoeereffecre'
are not spec1f1cally taken into con51deratlon et
In the present case,. there is no substantlal dlfference

between objects and effects of the .inventions, It is.assumed,

therefore, that advantageous effects are not specifically .
taken into consideration. No difference of effects is found.
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© (@) Conclusion; substantially identical. _
" (Z) Showa 56 (Gyo ke) 255 (see Attachment No.2)
(The difference of ‘technical features is not due’ to
‘modification of conventional means: unldentlcal) R
(i) The requlrement (a), The difference of the technlcal
features is due to more than mere modlflcat1on employed by one
sk111 in theé art. ' '

T e e e bl

It is dec1ded that ‘the present 1nvent10n is un1dent1ca1
with the invention of the cited reference on, the grounds that
- the difference of the technical features is irrelevant to
conventional means according to the present 1nvent10n.'

The present invention relates to a paper foldlng )
‘machine whereln paper is pressed by a plston type press_'
‘mechanism with electric cams, ane differs from a press '1
arrangement mechanism of the cited reference. "The plstonetype

folding machine" is not technically related to-the press |
arrangement mechanism ‘and can not thus be used as ‘an ev1dence

@) The requirement(b); Advantageous effects are not
spec1f1ca11y taken into con51deratlon. P

‘It is understood that 1n the present case, substantlal

“differences have been found in respect of objects and’ effects T
of the 1nvent10ns, and therefore, such effects are not '
specifically taken 1nto con51deratlon No difference of effects
is-found. RN ' o
- @) Conclusion; not identical
(3] Showa 56 (Gyo ke} 288 (see Attachment No.5)

(The dlfference of technical features is obv1ous to one
'“skllled in the art: substant1ally identical) '

(1) The requirement (a); The difference of tethnical
features is due to modification employed by one skilled in the
ert: o _ o S R

' The technlcal features of the present 1nvent10n are )
qd1fferent from those of the invention described in the':'qum
spec1f1cat10n {C1ted reference) of the earlier filed
application. It is decided, however, that the inventions are
substantially identical on the grounds that modification of the
technical features (difference) results from addition of known
technique described in the ‘known printed publication. o

—58—
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- . The present.invention'relateS‘tOrpackers'for use in a -
tying device. It employs three packers where as the.cited .
reference employs two packers. ' : :

However, the use of more than three packers is 'described
in -the utility model publication and also, in the specification
of ‘the present application-as prior arrangement, ‘It will be
understood that such difference is obvious to one:skilled in -
the art, _ o ° AR

@) The requirement (b); Advantageous effects ‘are not-
specifically taken into consideration,

It is understood that in the present case, substantial
differences have been-found in'respect of objects-and effects
:0f the inventions, and therefore,: such effects are-not- -
specifically taken into consideration. No difference of
effects is found,

(i11) Conc1u51on'-substantlally 1dent1cal ‘e

(4) Showa 56 (Gyo Ke) 178 (see Attachment No.6)

(The subject matter. of the:present invention is. -

- misunderstood: not.identical) - IR R

(i) The requirement: {a); The present invention is. mlsunderstood

_Substantial difference of technical.features:is:found. i ...
-, The: description of "joint" in the: specification of:the!
present invention is of importance since it points out:a:- . .

--~distinctive technical feature of the first-invention directed

to a process. - The decision stating that the description of'a
joint engageable with a sheet~material:provided:in-e carrier”
'yis-iHSignificant+inwa'prbce55vinVEntidnTis7incorrect;r-AlSo;f
such description:should not be: amended to Tead "a :sheet' = ...
material- is moved :along with movement of a carrier.!" ' The:
subject matter of the present invention -is: clearly defined in
the claims, . E ' s

-+ The subject matter:of the present :inverition .is di:ected;
*ﬁﬁtuw"mqvement:foafcarrier?together-with;av§heet”materiali¢J"“

connected thereto." Thus, the cited reference differs. in.
construction from the present invention;in»variquszpoints;'

(i} The requirement (b); Notable advantageous effects are’
obtained in the ‘present .invention, .resulting from the -~
dlfference of technical. features. ‘between the inventions: The-
present invention may eliminate error in drive and transmission

59—
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means: due to slippage, tension, looseness, play and the like.
Such effects can not be obtained in the cited reference.:
(i) Conclusion; not identical '
The :first invention is different from the cited reference
*in that the essential technical features of the present invention
are not disclosed in the cited reference. . Hence, the decision
on the groundsnof-"substantially identical" is incorrect. -
(S) Showa 56 (Gyo Ke) 251, Showa 56 (Gyo Ke) 115 (see
Attachment No.8) S
. (A number of differences are found in technical’ features
of the -inventions: substantially identical}-
S (1) The" requirement : (a) ;- The difference of the technlcal
_features results from mere modzflcatlon employed by one skllled
in the:art: ' LR : : ; :
It is decided that the difference of the technical
~features results from mere.modification employable by one -
skilled in the art; ‘ ' ) ' Con
That is, the-use of "a surface cutting method" is well
-knowh (no argument presented: by the appellant,) The limitation

~.-of Van upper half of a life cloth" is disclosed in the cited
“iéference as an inventive concert The mumerical limitstien”

of "inclined approximately at an angle of 35° is a matter of
design choices.. . . : o ‘
(i} The requirement (b)}; No remarkable effects result from the

difference of the technical features of the inventions: !
“As the appellant has acknowledged, the use of the

surface cutting method is well known in the art to provide easy

- manufacturing.  Such use is disclosed in -the prior art. » -

No difference of effects is found between-the inventions.
Expansion of the trunk portion.may result in securement

of oxygen, easiness of wearing, and easy movement while

_.wearing. Such advantageous effects can be obtained by the both

inventions. ..Therefore, no substantial . difference of effects .is
found therebetween. o : . ' e
(i) Conolusion; ‘identical
(6) Showa 57 (Gyo Ke) 276 (see Attachment ‘No,9)
(An evidence is-submitted to suppliment descrlbed in ‘the
cited reference: substantlally 1dent1cal)

e et e L




22

(i) The requifement {(a); No.difference of technical features
results from mere modification employablé by one skilled in the
art; . _ o C e
It is set forth in the cited reference that fixing and ..

. bleaching are effected in a 'conventional manner' to eliminate,

silver after color developing is:stopped.l‘The_citgd;reference

is not intended to exclude or 1limit to ‘a specific method. It
is understood, therefore, that. the present invention employs:
fixing and.bleaching.of known.manner_(It_is.found by the- : .
evidence that beth monobath and bibath treatments are public
- known.}, at the time of filing ‘the prior art application, for .

7. the purpose of eliminating silver after color developing is
stopped. No difference of the. technical features between the
present application-and the-invention of.the cited reference
is found. N R - :

i) The requirement. (b), Advantageous -effects resultlno from
the difference:of.the technical. features of the 1nvent10ns;are
.well known., ) : _ : s

- - It-is-well known- to.one- Skllled in the art, prior to.the
filing of the present appllcatlon,,thatathe ‘monobath - treatment

..is..technically more.advanced.than.the bibath.treatment...-Thus,
no substantialidifference_oﬂ;effecFSjbetweenrthg inventions: is
found. .

(ii) Conclu51on"1dent1ca1 , P
NOTE: It is decided that the inventions in this case are: identical
however, they should be decided to be substantially identical,

(7) Showa 57 (Gyo Ke)-97 (see Attachment No.l4)
(Both inventions belong to different categories: not . ..
identical ). _ T :

(1) The: requ1rement (a), The dlfference of technlcal ;
features result from moTe than mere modification employable by
one: skilled -in the art: 5 o . R

~The device described in- the c1ted reference is not.

specifically different in construction from the device for use
- in a method according to the present invention. A The difference
of the technical features is found since operation of ‘the
invention is neither disclosed nor suggested.in the cited
reference.
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Cn) The requirement (b); Remarkable difference of effects:
In the present invention; melting and discharging of
residual fats and oils in a oil tank are effected by heating.
As compared to the method of the cited reference, notable
advantageous effscts may be obtained by the present invention *
since consumption of heat is reduced.. T
(#i) Conclusion; not identical
NOTE: The device described in ‘the cited reference is not
specifically different in construction from the -dévice for use
in ‘the method according to the present invention, ‘ In addition,
operation of ‘the invention is disclosed or suggested in the cited
reference. " In this case, no difference of technical featurds of
the inventions 'is found and the both invertions are identical.
Also, when it is ‘clear that the device of the cited: =~ *
reference is usable in the method of the present invention,
it is iconsidered that there is a difference between the

technical features of thé inventions résulting from mere -
modification employable by one skilled in the art, Furthermore,
upon consideration of the requlrement (b), the both inventions
may- be dec1ded to be substant1ally 1den ical. -
(8) Showa 58 (Gyo Ke) 'S (see’ Attachment: No-. 16]
ﬁ(9) Showa 57 (Gya Ke) 241 (see’ Attachment No.17)
{No notable effects resulting from the difference between

technical features of the d1v1ces is obtained: substantially
identical.) ‘ : ' ' i i
(i)’ The requirement. (a); There is a difference between the
technical features of the devices resulting from mere-
modification employable by one skilled in the art: In the

present device, two plate-like permanent magnets are
juxtaposed in spaced relation, In the cited reference, onh the
other hand, an annular permanent magnet with 'a central hole :is
Mmused.;.However,_tquhange,from thEJannularfﬁﬂrmanﬂnt.magnetthwMMh
the two-platehiike7parmaneht magnet ‘is ‘a mére modification.

(i) The ‘requirement {a); Better: advantageous effects are '
L‘obtalned by: the cited Teference than by the: present ‘device.

(no difference):
““The arrangement of the present device in which' the:two
plate-like permanent magnets are juxtaposed in spaced.relation

_62___
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‘is:less.in-absorbability. than-the device of the cited:: ::: .=
reference using the annular permanent magnet:

: @#i) Conclusion: substantially. identical, o
NOTE: The appellant states that the product of: the device may
readily be manufactured. However;tsﬁch statement is-not =
sustained in that such effect is not directed-tomthe.claimédf:
device. ' : con o :

. ‘NOTE: . Remarkable. advantageous effects resulting from “fixing
means is constructed of two Juxtaposed plate-like: permanent
magnets'" should have been described inm the 5pec1f1cat10n of the
present -application. : '

4. Standard in the cases R
(1) Evidence intended to complete the: dlsclosure ‘of :the prior
art ' :

(i} The*Supreme-Courtholds that an evidence may be submitted

“to complete the disclosure of ‘the prior art and thereby to.

-broadly read “the scope of the prior art," and that as:.a rusult,

the present invention may be considered to be 'substantially.::
identical:with the pridriart;fu(Supreme«Court:caseaNo;S;{Showa
59 {Gyo- Ke) 23). i :

..{&) -Acceptance’ of -the- ev1dence~- N O P oy
When an evidence discloses the content: of. therart:
(invention) which is pertinent to the-present-1nvgnt10n-or:the
prior art having the same objects; and plus when a distinctive
-technical: features (net decribed in the prior art; but is: -
relevant to the ‘technical features of. thé:present-invention)ais
- distlosed, such an evidence may be’ used to complete the '

~disclosure of ‘the prior art.
Accepted - cases (1), (3) andr(S)' . ,
Unaccepted  cases (2) ‘and 7(8) " (the ‘art is irrelevant to the
prior art) S
case (7) (no descriptioen concerning the
P e : difference of the technical

.features): s
(2} The ‘requirement  (a)" S S o AL
(i) Evenn if there are a plurallty of dlfferences between the
technical featurés of the:invention of ‘the prior:art.and the
present invention, ‘when such differences:result from mere:
‘modification employably by one having ordinary:skill in.the.
—63—
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pertinent art, the inventions are considered to be substantlally
identical. Case No.5 -- - ; :

NOTE: When the issue is dlrected to a comblnatlon thereof .

will be controversial.

(i) In a case. where two inventions are dlrected to two
difference categories, even if a device usable in a process .-
invention is disclosed in the prior art, S

.70 When -operation of the device is not disclosed or suggested

~7in -the cited reference; wor: E : :

.0 1f there is no ‘evidence to show. it generally: possible to:
operate the device cited in the manner of the operatlon
method which is claimed, : : R I

sthe two 'invention are not ‘considered to .be identical ‘or-
substantially identical. case {7)

(dii):Even if -the . difference.of technical features are
-described in the-cited reference ‘in-the -form of when the cited
v:reference does not fully disclpseﬂthe technical'features'of‘the

present -invention: ‘(device), . . — : i
@v) Inthe event that - the :technical features of the present
invention are pervertedly 1nterpreted it will be decided’ that

" the subject matter of the present ‘invention is erroneously
recognized. - case (9): '
.. (3) :The: requirement (b) G TR D
‘With respect to effects resulting from the difference in the
technical features of the article, the effect in the process of
< manufacturing the article is - not used for the judgement based on
“the substantial identical" standard, : Differences of effects
from that of the cited reference should be:resulted in. the.
article structure itself, otherwise such effects are not. . .
considered in the judgement for "the substantial identical”
standard.
'S Lonsideration. . - o
..There are only twenty icases dealt in the Toyko ngh Court
plus the Supreme Court in-connection with Article 29bis of JPL
(Article 3bis of the Japanese Utility Model lLaw,} - The tendency
of ‘the decisions ‘given in the cases in respect of an evidence
and advantageous effects will be discussed . below, _
(1) The prior art-cited under Article .29bis of JPL, if _
literally interpreted; can not be used to reject an invention
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..0of a subsequently filed application in.view of other related.
prior art as is in the case qf_;S.USC 102... The Supreme Cqurt
‘holds that an evidence may be submitted to complete the ;
disclosure of the prior art and thereby torbrqadly_read.the o
same. (Showa 59 (GYQ,TSU)“ZS?HD¢Cid?d on. May.25,.1984) It is
believed, hOWCVET}-thE?_SUChga supplimental evidence is intended

~ only to. determine whether or not the difference of.technlpal.e

features of the inventions at issue resulting from mere.

: modlfzcatlon‘employable.by one skilled in the art. That 15 to
say, the evidence. is intended -only to proof known or .
conventlonel technique for the purpose of comp}et;ng the

disclosure of the cited reference. To.this end, the use of an
‘evidence.is¢natuallyilimitedh_:Standa;d_thefefdre ;s‘now_beyng
Ldefeloped in view of the latest Tbkyo High Court decisions;:_
This will be more clear as .the number of related cases increases.
; (2} .In earlier cases, a .test of‘whether or .not the present
~invention and the 1nvent10n of the cited reference are. .

substantially identical is decided immediately upon . _
- examination of.the dlfference between the technical features of
‘the both.1ntent10ns,;_prever,ﬂsuch test_dqes‘not-1nvq1ve:the
WWMmmmwisspeeoﬁwwhg;hé;morKnopfad“anﬁggeousQeffectswareﬁdifferentfewmwvWMWWMW%kWMWW
' therebetween. -In recent .casés, such -test.tends to involve the :
examination of an evidence as.well as that of .advantageous ..
effects.. . - B

-In recent cases dec151ons .are glven in llght of
relatlonshlp between. "the cited reference and. suppllmental
. evidences" as well as "between the difference of3techn1celn
| ;features-and:advantageous effects,
V. Conclusion , o
1,.It has become clear that the completeness of the 1nvent10n
c1ted.asra.pr10r.art . Heretofore, .theslnventlon of the .
present application has been compared with the invention of. the :
“"cited reference in respect of novelty and 1nvent1ve .step. . B

This tendency.will continue henceforth. . The test of whether or

.ot the cited reference is complete will be of. importance,
As among industries are seen more competition in R § D

it will result in that there are many patent appllcat;ong on
the same subject whose filing dates are very close, The
earlier filing will be more important. Because of the chesty
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£i11ing the disclosure in specification might be less ‘sufficient

Therefore ‘complete" or "in:ébmplete" will be a material
issue in JUdglng whether ‘or not the dlsclosure will be a
guallfled prlor art. ' ' '

“2. Prior art sub]ect7to:the testﬁef'“Completehess"

(1) When the invention of the cited reference invloves an.
inventive step, the invention may include "unable" embodiments
It is claer that such invention is considered to be 1ncomp1ete.
However, the invention of the earlier filed application may
include "enable" ‘embodiments. Under these circumstances, when
such embodiments are identical with the invention of the s
present 1nventlon, the cited reference quallfles as pr1or art,
) When the invention of an ‘earlier ‘filed appllcatlon ‘is not
sufficiently dlsclosed ‘and one skllled in the pert1nent art is

‘unable to perform the same, the invention is considered to be
"incomplete." Also, even if technical'etpedientS'are diclosed
to solve problems exsistent in the prior art, when a method of
making same, materials operatlon and advantageous effects are

"not sufficiently dlsclosed ‘any third party may not’ perform the
"lnventlon ' This ‘is true, espec1ally when an invention is

d1rected ‘to chemical’ pruducts, metal composite and- the llke
“(3) 'Meaningless numerical disclosure in-the prior art

 Even if an earlier appllcatlonjdlscloses‘the same numerical”

value as the present application, when reasons, whether '

background, eperation and idvantageous effects are not clear,
it appears-to be controversial whether the invention'of the
earlier filed application is complete, Althotugh it depends
upon the art to which the invention pertains, attention should
be paid to subsequent relevant cases. | SRR '
3. The issue of whether oT not an 1nvent10n is ‘complete’ is
dealt with'on'a case by -case ba51s, It should be mentioned -

-that -thedetermination of completeness may depend. upon the:
background of the respectlve ‘inventions,” the level of‘

"% technique at the time tne invention is made, and the art to
h.whiCh”the’inveﬁfion'parairs" Attention ‘should also be paid-to
dec151ons by the Patent Office and the Court in ‘this respect
'41 It 1s preferable that the patentabllty is ob)ectlvely o

fﬁﬁ—
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5. In view of the circumstances under which the test of
identicalness of inventions involves the issue of operation
and ‘effects), ‘it is of importance that ‘objects of the invention,
operation, ‘and effects dre -fully descreiped. It would also"
be advisable:that the patentability offanvinvention-is'decidéd
in:light of the difference of operation and effects.. . . ' e

—67—
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. ATTACHMENT: [

wo+ Listed below are cases in-ceonnection with: Article 29,
Paragraph 1, Item 3.of the Japanese Patent ‘Law ‘and Article
E;S;:Raragraphxi,,Item-3.of the Japanese Utility Model :Law. -
A-1: Appeal*from-the:decisioﬁ-of~the-Bdard of Appeals of "
the Patent Office in the ex parte case.
A-2: Appeal from the decision of the Board of Appeals of
the Patent Office in inter parte case. |
A-3; Appeal from THC in A-1 case.
A-4: Appeal from THC in A-2, )
A-S:'Appeal for reuocation of the decision that correction
of the specification or drawing (s) is to be rejecied.
THC: Tokyo High Court
‘SC: The Supreme Court
DGPQ: Director-General of the Pattent Office
UM: Utility Model '

‘1. A-1 49 (Gyo Ke) 19

THC (May 28, 1975)
”mﬁﬁpéiléhff'Kiitﬁifb“Kafsukaé'

Appellee: DGPO

Issue: Patent (identical)

Identical technical features involved.
No difference between advantageous effects of the inventions
found. '

2. A-2 49 (Gyo Ke) 136

THC (July 30, 1975%)

Appellant: Takahiro Koyama

~ Appelle: Keneshika Koto Kosyo K.K.
mmiséué{mﬂM“féﬁﬁéféﬁiiéiifﬂi&éﬁf{EaijmMHMH&WHMNNW e e

A metal mud-board is obviou in the pertinent art.

More change in material,

e et e A
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i

—-Appedle:- DGPO--

~ A-3 52 (Gyo ‘Tsu) ‘104"
SC (December 22, 1977)
Appellant: ditto
Appellee: ditto
UM The decision by the Tokyo High Court ‘is upheld

3. A-1 47 (Gyo Ke) '88 '

THC (February 18, 1975)
Appellanti“Lion Yushi Ky, 7"
Appellee: DGPO

Issue; Patent (identical)

A determination of whether 6% not the”inventions:are:

identical should not reply on descriptive differences: in:t
the specification in respect of operation’and advantageous
effects of the inventions.

4, A-1 47 (Gyo Ke) 87
THC (October 22, 1975)
Appellant Eastman Kodak Company

Issue: Patent (substantlally 1dent1cal)
"Technical features of the inventions does not differ.

5. A-1 47 (Gyo Ke) 141
THC (March 17, 1976)

"Appellant:; Lachem Corporation

Appellee: DGPO
Issue: Patent (identical)

No numerlcal propert1es dlsclosed

R R

6. A-1 51 (Gyo Ke) 3
THC (July 23, 1976)

‘Appellant: Take Okamotd

Appellee: DGPO
Issue: UM (identical)

—i69—




Identical inventive concepts are not .involved.

7. A-1 49 (Gyo Ke) 1

THC (September 29, 1976) _

Appellant: ‘Kenkichi ‘Tsukamoto -

Appellee: DGPO

Issue: Patent (not substantially identical)

Known or conventional technique not employed.

8. A-1 49 {Gyo Ke) 152

THC (March 23, 1976)

Appellant: -Kiyoshi- Takemoto. . : . ... -
Appellee: DGPO.~ - ... . . .
Issue: UM (identical) . . .

Broad claims including prior art.

9., A-1 49 (Gyo Ke) 31

THC.(January 26, 1977) e e e
wwApbéIiéﬁtE"Shdwé”Déﬁééﬂ”néhkimKZKl” ”'“”m v

Appellee: DGPO ' :

Issue: UM (identical)

Technical matter misunderstood.
10, A-1 50 (Gyo Ke) 10
" THC (March 15, 1977)
Appellant: Moboru Mimura

Appellee: DGPO
Issue: Patent (identical)

Construction of the cited reference is errormeously = =
recognized,

5
|



11. A-2 42 (Gyo Ke) 92

 THC (March 2, 1977)
Appellant: Daiei Denki Seisakusho
Appellee: Jinko Denki K.k.© T
Issue: Patent (identical)

The same advantageous effects are assumed to ‘be obtalned
in that technical features of the 1nvent10ns ‘are same.

12. A-2 50 (Gyo Ke) 4

THC (April 24, 1977)

Appellant: Keichi Yamano®

Appellee DGPO

“Issue: Patent (substantlally identical)

. ‘Technical features of the inventions are same.
Further, no special measure is taken to obtain further =~
advantageous effects. S

13. A-2 47 (Gyo Ke) 106 . o
......................... THC (May 18 10795 " mwmmwumwi”?WTTMfTTvWTMTfTM'?FTTET
. Appellant: Kazuharu Kusaka® =~ O omeesien
Appellee; Toyoharu Kasai
Issue: Patent (identical)

--(NOTE: The Supreme Court decides that the inventiens are same

wgn 15 con51dered to be "cerlum" and thus, the same_'
comp051t10n is employed ‘in the ‘inventions. | ‘ '

14. A-1 51 (Gyo Ke) 13
THC (July 28, 1977) _
_Appellant: Sakuji Yamada 7
__ Appellee: DGPO g LM EEGRSE S
Issue: UM {identical) .

The size shown in the draw1ngs of ‘the c1ted reference
. appears to’ be detérmined in an unlntentlonal way and 15 '
therefore, not concerned with an inventive step.

-




15, A-2Z 51 (Gyo Ke) 83, 86, 87

THC (June 8, 1977)

Appellant: Kenji-Ichikawa et al. .
Appellee: Toyokuni Hanbai K.XK. et ai;.
Issue: UM (identical)

.. No difference between technical features and
advantageous effects of the inventions found.

16. A-2 48 (Gyo Ke) 28

THC (July 14, 1977)

Appellant: Toyo Gobaku Kagaku Kogyo K.K.
Appellee: Toyo Gomu Kogyo K.KX.
- Issue: Patent (identical)

_ Considered to be not identical on the grounds that
technlcal features and advantageous effects of the
inventions differ. '

17, A-2.

THC (August 24, 1977y
Appellant: Fukuoka Seishi K,X. et al,
Appellee: Isao Kuroki et al, ' o
Issue: UM (identical)

Con51dered to be same on the grounds that the material
_'1s coated by a water- proof fllm although .the formation of
the coatlng is not descr1bed 1n the cited reference

18. A-2 48 (Gyo Ke) 8
THC (November 30, 1977)
_Appellant: Universal 0il Product
"”Abpéiiee Asahl Denka Kogyo X. K. o
Issue: Patent (identical)

B e N

No technical etpedlents are dlsclosed in the c1ted

{.J
{
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19. A-1 52 (Gyo Ke) 129.. ..
THC (July 27, 1978). .. .. .
Appellant: Kisaburo Sato et al.
Appellee: DGPO

Issue; Patent (identical)

it is understood from the content of the specification.
that the invention should be directed to a product; rather .
than a method. Therefore, the composition of .the present

invention is included in the composition of the cited reference.

20, A-1 47 (Gyo Ke} 10

THC (September 20, 1978)

Appellant: Americal Chain and Cable
Appellee: DGPO

Issue: Patent (identical)

Technical features.of the.inventions are partly .-
identical. ' '

—-21.-A-1-46-(Gyo-Ke) 5

THC (October 4, 1978)

. Appellant: Hatsuda Seisakusho ..

Appellee: DGPO
Issue: Patent (substantially identical).

It appears to be within<thewpormal;capaéitiesrof_one
of ordinary skilled. in the pertinent are to provide the .. .. .
rate of drawing described herein. Also, arrangement 6f=¢qaﬁ
the numerical value does not appear to obtain notable
advantageous effects, ' '

U220 A-2 52 (Gyo Ke) 77

THC (November 22, 1978)

Appellant: Harold Philip

Appellee: Haris Corporation
Issue: Patent (identical)




Technical features of the inventions are identical.
in the pertinent art.

A-3 54 (Gyo Tsu) 78 . .
SC (September 26, 1980) | b
Appellant: ditto = o T o i t‘f“ .
o0 (identical)

|
a
{
?
To provide means for adjusting surface pressure is obvious |
{

23. A-1 48 (Gyo Ke) 155

THC (November 28, 1878)
Appellant: Shigenobu Matsui
Appellee: DGPO R
Issue: Patent (identical)

- It is unreasonable to broadly read the scope of the
invention and therby to‘decide that the invéntions are
identical. S

e ani et
T Tt g e,
3 B

Tt AL 52 (6o o) e
THC (December 20, 1978)

Appellant: T.E.A Industrial Product - -/

Appellee: DGPQ '

Issue: Patent (identicai}*ﬂi““ﬁ

-Objects, technical features, operation and =~
advantageous effects of the inventions differ from each

other. ~

25. A-2 51 (Gyo Ke) 57 .

-THE - (January 18, 19793 oo
Appellant: Toyotomi Kogyo

Appellee: Yamatake Haoneywell

" Issue: Patent (identical)

i



'The inventive concept of the present ‘invention is the same

Issue: UM (identical)‘

8
The case is directed to the issue of’ 1nt0rpretat10n of
a2 technical term recited in the claims’ whlch ‘is not
normally used. R

26. A-2 52 (Gyo Ke) 45

THC (February 14, 1979)
Appellant: Kenzo Hamada“et al. -
Appellee: Kao Sekken K Ki* W
Issue: Patent [identical)

The present invention'includes the compound used in
the cited reference. The respective”inﬁentibhsfdo not-
appear to include compounds which are: d1fferent in the R
melting point and effects. R S '

27. A-1 50° {(Gyo ' Ke)" 7 1ol P
THC:‘(Aprili 23, 1979)" IERIR
Appellant: T.P.C.
Appellee: DGPO

Issue: Patent (identical)

Technical features of the inventionsiafeVidentiCalkF:

as that of the cited reference, although the present
invention points out some- advantageous effects whlch are
not presented in~ the c1ted reference ' e

.fA:z552*(Gyo“xé)f212¥fw-:9\..~y
THC (May 17, 1979)
Appellant: Shibazaki Seisakusho-
Appellee: Ishida Press Kogyo

Only a slight difference between téchnical features' '
of the.inventions recognized.

— 75—




29. A-1.51 (Gyo Ke). 111;?,
. THC {September 27, 1979).:
Appellant. Ginsaburo Yamada et al.
Appellee: DGPO
Issue: Patent {identical)

The reasons for the decision.is not unreasonable,:. .
even if the known matter is not mentioned. therein.

~rreemee ~.-—--ﬂnw.-“_m,-_--mm--.w-\m.m,e\,‘k\_-.%,_

30. A-2 S0 (Gyo Ke) 111

THC . (Qctober .30, 1879) -

-Appellant: Asahikasei Kogyo K.K.

Appellee: Union Carbide Corporationm . .- ... ..
Issue: Patent (identical)

No ground for which in the method,of;the_;ited -
reference, the material is used under anhydrous conditions,

31. A-2 49 (Gyo Ke) 141

THC [October 24, 1979] o .
"mAppellant Scotish Agricultural Industrles
Appellee:. Limited .

Issue: Patent . (1dent1ca1)

: The amcunt of water . contalned in the 5011d
.constituent in the present.. 1nvent10n is. dlfferent from
that of the cited reference upon calculatlon thereof.
Therefore, the inventions are considered not to be identical.

32. A-Z 54 (Gyo Ke) 68

THC (July 31, 1980} e
_Appellant: Corona Sangyo

Appellee: K.K. Goko et al.

Issue: UM:(identical} .

Although the concaved portion is shown in the
drawings of the cited reference, there is no description in
connection with the technical problemes to be solved. ‘ }

!
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—--Appellee: Toyota kogyo K XK.

10
33, A-1 54 (Gyo Ke) 119
THC (March 10, 1981)
Appeliant: Fujita Jidosha Kogyo K:K.
Appellee: DGPO
Issue: UM (identical)

~The:difference between:the:inventions.at issueiwould
‘'be an obvious design choise.: Ll B

34, A-2 53 (Gyo Ke) 23

THC (September 17, 1981)

Appellant: Kiichiro Abe

Appellee: Seibu Denki Kogyo K.K.
Issue: UM (substantially identical}

An obvious choise in designing.
35. A-2 53 (Gyo Ke) 176
THC (October 20, 1981)
Appellant: Osumi Seisakusho

Issue: Patent (identical)

The inventions are considered to be :identical if:the
subject matter of the present invention is partly
identical to that of the cited reference, -evenjifﬁthey‘aré

. not wholly identical. S S T

36. A-2 54 (Gyo Ke) 107

THC (November 5, 1981) o ' _ FHANKLEN PEHCE
Appellanc: Becham Grouwp Limited | gy AENTED UBRARY

Appellee BTlSt Rumyers Company

Issue: Patent (Identical) _ s CONCOHD NH.

The concept of the present invention is included in

 that of the cited reference. Also, advantageous effects of
the present invention is not superior to those of the cited

reference.
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37. A-1 54 (Gyo Ke) 156

“THC (February 25, 1982)
Appellant: Dulux, Australia -7 -
Appellee: DGPO

Issue: Patent (identical)

~.Inventijons.can:-not-be-considered not:to'beidentical,
if starting materials are different; even if the same =
materials are present on the way.

38. A-2 55 (Gyo Ke) 75
THC (May 11, 1982)
Appellant: Canon
Appellee: Ricoh:

Issue: Patent {identical)

No substantial dlfference between techn1cal features
of the inventions. I :

. A-3 57 (Gyo Tsu) 116
sC (January 25, 1983)

Appellant: Canon

Appellee: Ricoh

Issue: (identical) .

39. A-2 .54 (Gyo Ke) 162 :°
THC (January 27, 1982)
Appellant: Fujitsu
Appellee: Oki Denki
-_I$§ue; Patent,{i@énticall

Whetherko

gnot a gate. electrode is avallable is
1n51gn1f1cant—1n this case, : ¢

—78—
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40. A-1 56 (Gyo Ke) 11

THC (November 29, 1982)
Appellant: Union Carbide
Appellee: DGPO

Issue: Patent (identical)

The 1nvent10ns are not d15t1n0u1shable and ‘are, " thus
¢considered. to be- 1dent1ca1 Db PR

A-4 58 (Gyo Tsu) 51
SC (February 26, 1985)
Appellant: Union Carbide
Appellee: DGPO
Issue: (identical)

41. A-1 56 (Gyo Ke) 57

THC (May 25,:1982) . =
Appellant: Seitaro Sate i
Appellee:. DGPQ:

Issue: UM (identical)

The article of a design appllcatlon may lnvolve an-'5
inventive concept. ; : : e

42, A-1 55 (Gyo Ke) 402

THC (June 23, 1983)
Appellant: Pilkinton Brothers
~ Appellee: DGPO i b
- Issue: Patent (identical)

The invention of the cited reference-does not 1nvolve
the 1nvent1ve step which is ant1c1pated by the present R
““invention. Technical features of ‘the. inveéntions are’. . :

different.




43, A-1 55 (Gyo Ke) 353

THC (August 16, 1983)
Appellant: Cabot Corporation
Appellee: DGPO

-Issue: Patent (identical)

... The .appellant's statement that the:invention of the

cited reference (filed by same) includes.incorrect.content -

© is not sustained,.

44, A-2 57 (Gyo Ke) 24

THC (December 26, 1983)

Appellent: T.D.K. XK.K. _
Appellee: Diamond Shamlock Technology SA
Issue: Patent (identical)

In the event that technical features of ‘the = -~ . .
inventions are wholly or partly identical,:the same objects

are achieved and same advantageous effects are obtained =

under normal circumstances. -

45, A-1.56. (Gyo. .Ke) 84 ... .
THC (June 28, 1984)
Appellant: Argus Chemical Corporation
Appellee: DGPO _

_Issue: Patent (identical)

A mixture of mono-body and di-body is naturally
cbtainable, ] ' :

46, A-1 57 (Gyo Ke). 186" -
...,THC (Eebruary .27, .1984). - . . s
.Appellantﬁ Tetsumasa Ikeda .
Appellee: DGPO
Issue: Patent (substantially identical)

The difference between the present invention and the
invention of the cited reference results from more
addition of conventional means.
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47. A-1 56 (Gyo Ke) 286 :
THC (April 24; 1984)
_ Appellant: H. R. Electronic Company
Appellee: DGPO i
Issue: Patent (substantially identical)"

Considered to' be substant1a11y 1dent1cal when Judglng
from standard technlcal knowledge S SRR

48. A-1:56°(Gyo Ke) --1-'05' :

THC (September 27, 1984) . . it .-
Appllant: Nihon Keikinzoku  * ~°
Appellee: DGPO

Issue: UM (substantially identical)

In respect of construction of ‘the" 1nvent10ns, it 1s e
a matter of design choises. B

49. A-1 57 (Gyo Ke) 253

THC (November 29, 1984)

APFETLANE: RAET COTpOTatlon —
Appellees DGPO '

Issue: Patent (identicalj

Technical features of the'inventionS“éfe'séme,' _
~ although technical problems to be solVed_ére-not5reéogn12édf4

50. A-1 54 (Gyo Xe) 170
THC (December 19, 1984)
Appellant: Showa Sangyo
Appellee: DGPO '

- Issue: Patent (identical)

The first and second processes are substantially
different.

_'81_
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S1. A-2 57 (Gyo Ke) 140
THC (January 29, 1985)
Appellant: Toa Tomiji
Appellee: Kanto Seiya Pipe
Issue: Patent (identical)

.. Construction and material for use in the present

-~ invention are the same as those of the cited -reference. - . -
In addition, there is no ground for denying that the
invention of the cited reference is resistant -to: fire

and has thermal insulation properties.  Thus, the...
inventions are considered to be same.. . ..

52. A-1 54 (Gyo Ke) 105

THC (April 30, 1985)
Appellant:.quhe.Union:Corpor#tion e
Appelliee: DGPO

Issue: Patent (identical)

The comp051t10n of A, B and C of the c1ted,_'- _
"reference is not identical to the .composition of B and '” ”'
C of the present invention unless to compound A:is obvious.

53. A-1 58 (Gyo Ke) 32

THC (April 10, 1985). .. .
Appellant: Seiren.Xogyo . . ..
"Appellee: DGPO.

Issue: UM (substantially identical)

An obvious design choise.

—82—
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ATTACHMENT 'II
Listed below ‘are cases in-‘connection with Article 29bis

OftheJapanese Patent Law and ArtiC].e 3bis GF the Japanese _
Utility Model Law. e e . o

1. A-1 54 (Gyo Ke) 43

THC (April 28, 1981) .

Appellant: K.K. Ito Seltotsusho
Appellee: DGPO -

Issue: Patent (substantially identical)

Article 29bis of the JPL is applied in_consideration
wof the printed public¢ation published prior ‘to "the filing of
s the ‘earlier filed application and the standard technical: @

knowledge in addition to the description<of the specification
and drawings of the earlier filed application.

2. A-1°56 (Gyo Ke) 255

THC (August 20, 1983)
Appellant: Seiei Kikai Seisakusho
Appellee: DGPO Thme i
Issue: Patent (identical)

T A'pistdn-type press means is:used as-a press arrangement
mechanisim® in the present invention: (paper folding machine:)-
Also, such a piston-type press means is not conventional,

' Therefore, the inventions are not identical, "

3. A-1 56 (Gyo Ke) 155

THC (September 29, 1983)

Appellant: Fuji Shashinkoki K.K. =
___Appellee: DGPO

Issue: Patent (identical). v ir = )




.Appellant:. ditto .

17
The decision the invention of the earlier filed
application (the lump is lighted on and off in response
to.the. number ofxtheainput.pulse),correspondsftoithep
invention of the. present application (the limp is selectively
lighted on and off by a combination of the ocutput.:of the :.
flip-flop group) is sustained.

4. A-1 57 (Gyo Ke) 121

THC {September 29, 1983) 5
Appellant: General Electric Co., Ltd.
. Appellee: DGPO _ e
Issue: Paternt (identical)

- The decision-that the present.invention is the identical
with the.invention described_in-theﬁpublication?of;ﬁhexearlier
filed application:is reversed.

5. A-1 56 (Gyo Ke} 285

THC (November 16, 1983)

Appellant: Isekl Nok1 K K
WAppellee DGPO -
Issue: UM (substantlally 1denx1ca1)

The difference between the provision of three packers
in- the:present . device (packers for.use-in the tying device)
and.the provision of two: packers. in the_Citednreference;is”1f
a matter of design choises. :

The Tokyo High Court upholds the: deC151on

A-4 59 (Gyo Tsu} 23
Sc¢ (May 25, 1984)

Appellee: ditto
Issue: UM (substantially identical}) ;.. .. ..:

The Supreme Court upholds the decision that the
present device is rejected upon broad reading of the scope
of the claims of the earlier filed application by means
of the evidence submitted.
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6. A-1 56'(Gyo‘Ke),l78'-' -
THC (January 19, 1984)¢
Appellant: The Gava Scientific: Co “Ltds
Appellee: DGPO
Issue: Patent (identical)

The Tokyo High Court Reversed the decision ‘thdt ‘the.
description '"the joint engageable with ‘the sheet material:

provided in the carrier"” in the present 1nvent10n is Fei tuit

irrelevant in thls method .

7. K-1-57(Gyo ‘Ke) 'L37.
THC (Februdry 29 '1984)
Appellant: - Iseki'Noki K.XK.

Appellee; DGPQ -

Issue:-Patent (identical) -+ ::

The Tokyo High Court upholds the decision that the

amendment filed after the present application is-published.
is rejected and that the device of the present. 1nvent1on L
~45identical with the earlietr’ flled appllcatlon kS B

A-4 59 (Gyo Tsu)} 66
SC (October 26, 1984)
Appellant: Iseki Noki K.K.

Appellee: DGPO

Issue: UM {(identical)

In view of' the evidence, the'decision that the

‘amendment’ filed :after the present application’'is published ::

is rejected since it is: 1ntended to alter the scope of

the cla1ms is reasonable

8. A-1 56 (Gyo Ke} 115, 251

THC (June 14, 1984)
_Appellant: Shigeru Hatano

Appellee: DGPO
Issue: Patent {substantially identical)
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"The present invention is directed to surface cutting of
known method. " The invention is the same as the device of -

‘the cited reference, although some limited numerical value -

is presented.

"9, A-1 57 {Gyo Ke) 276

THC (July 30, 1984} : L
Appellant: -Fuji -Shashin Film K.K.
Appellee: DGPO ‘ ,

“Issue: Patent (substantlally 1dent1ca1)

' The art "stopping, fixing and bleaching:are.effected in
a conventional manner" described in the specification of . -
the earlier filed application includes monobath and biobath-
treatment, There is no reason to exclude the monobath : -
treatment. Thus, the present invention is. identical with:
the invention of the cited reference.

© 10. A-2.57 (Gyo Ke) 79
~THC (July 31, 1984) SIS VIS R : SO
mmAppellant. K.X. Inoue Japaks Kenkyusho T T

Appellee: Nihon Gakki Seizo K.K.
Issue: Patent (identical)

The appellant's statement that: the invention
described in the specification of the earlier filed -
application is incomplete, is not accepted.. And the
invention of the present invention is considered to be
identical with the: invention of the earlier filed. :
application. . The inventions have the same inventive concept
since the objects of :the inventions and technical expedients
..used to solve problems are identical. . .. -

A
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11. A-]1 58 (Gyo Ke) 27
THC (November 21, 1984)
Appellant: Sumitomo Denki Kogyo K.K.
Appellee: DGPO _
Issue: Patent {identical)

 The Tokyo High Court upholds the decision that the
present invention (light-piping fiber) is" substantlally
described in the cited reference.'- - '

12. A1 S7 (Gyo-Ke) 154

THC (November 21,.1%84)
'Appellant Nihon Kokan: K K. -

Appellee: DGPO" o ‘
" Issue: Patent (identical)"

The Tokyo High Court upholds the decision’that the
present invention is described in.the cited reference,
‘The staving temperature prior to milling in the"
cited reference 1nc1udes the temperature of 1100 to 1250
e Iimited in the present ‘invention. o ;

13. A-1 58 (Gyo Ke) 127

THC (December 17, 1984)

Appellant: U.0.B

Appellee: DGPO

Issue: Patent (substantially identical)}

, The invention of the present application and the
device of the cited reference relates to heat transfer
metal pipes. The width t of the top portion in the

_groove increases propotionally as the'didmétéf?D of ‘thei.

Ry S Sy

'"""""I‘E\.ugu.:. zed-that

. metal pipe increases.

the device of the cited reference,lnclude t (greater than
0.5 inches) of the invention of the present application.

The technical features of the invention and device overlap.
There is neo difference between the invention and the
device in view of the above limitation,

—87—




14, A-1 57 {Gyo Ke) 97

THC (January 24, 19853)
Appellant: Fuji Seiyu K.K.
Appellee: DGPO

-Issue: Patent (identical)

. In the present_applicatipn,-the.oils and fats are
melted by high temperature oils and fats injected from «:
the nozzles, In the invention of the cited reference,
on the other hand, the o0ils and fats injected from the
nozzles are used to stir the melted oils and fats, and
steam are provided from another nozzle .to lower-the .~
viscosity of the oils and fats. Therefore, technical . ..
features of the invention are different from those of . .
the invention of the cited reference,. 'Also, consumpfion“%
of heat used is reduced in the present invention,
Not,idggpical,;

.15, A-2- 56-(Gyo'Ke) 249

_THC, (February 27, 1985)
Appellant: Jane cope o

" Appellee: Asakura Kiken Kogyo X. K
Issue: UM (identical)

The appellant is unable to show any proof against.. -

the reasons for invalidation of the utility model
- registration in compliance with Article 3 of the Japanese
Utility Model Law, Therefore, the decision is uphold.

16. A-1 58 (Gyo Ke) S

THC (March 25, 1985)- .
wu”AppellantzﬁCalangLLekuﬁwﬁy
Appellee: DGPO - :
Issue: Patent (1dent1cal}

—88—
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A cited reference suggets use of a denatured starch as
a blending material of synthetic resin and a surface-denatured
starch is''well known, ~ Further, the: reference - simply discloses
a biodegradable resin composition for:mouldings by blending
synthetic resin with an organic’ substance -as a source of
nutrition for microorganisms. However, no evidence proves
the fact that starch particles, whether denatured or not, .
have been commonly used as blended resin in the field.-
They can not be considered identical. ' '

17. A-1 57 (Gyo Ke) 241

THC (March 28, 1985)

Appellant: Tamao Morikawa

Appellee: DGPO: R P LN DN S
Issue: UM (substantially identical) ' =

-~The device of the present application is intended -
merely to: change-two plate~like permanent magnets (cited
reference) to an annular permanent magnet. The both. -
magnets are substantially identical. The difference

"between methods of making the respective magnets: is:
irrelevant to the difference. between the deévice of the
present %pplication and the device of the cited reference.-
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ATTACHMENT: ITI -

Listed below .are cases 'in connection with Article 39, .-

Paragraph 1 of :the Japanese Patent Law and Article 7,
Paragraph 1 of the Japanese Utility Model Law, .

1. A-1 49 )Gyo Ke) 89

THC (February 25, '1976)

Appellant: Halcon International .
Appellee: DGPO _
Issue: Patent (substantially identical)

The oxidizing agent employed in the present

invention is conceptionally included in the invention of

the earlier filed application. . . L

In addition, the same embodiment is shown in the
specifications of the inventions. - Therefore, it .can not
be mentioned that technical features of the-inventions
are difference. C

,MECmk;iuschéfaﬁkejméimff:m_u_mmmm“‘”m.umm“‘,WUW“
THC (May 18,-1976)
Appellant: N.N.K;R.B,

- Appellee: DGPO
Issue: Patent (identical)

The limitation of the strength in axial compression
appears to be irrelevant to the invention of the earlier
filed application.

A-4 51 (Gyo Tsu) 108

30 (Maxch 24, 1977} .

Appellant: N.N.K.R.B.
Appellee: DGPO

e R e e e _— U
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3. A-1 48 (Gyo Ke) 58

THC (May 13, 1976)

Appellant: Sekisul Kagaku

Appelles: DGPO

‘Issue: Patent (substantially identical)

In the present invention, printing is effected =
after presSﬁre"SEnsitive'adhesive ié"épplied On' the
contrary, in the ‘invention -of the earlier filed appllcatlon
the printing ‘is effected before the pressure-sensitive L
adhesive is applied. Notabale d1fference between effects
of the inventions is found. . '

4. A-1 50 (Gyo Ke) 20

THC (November 24, 1976)
Appellant: Nihon Gakki
Appellee: DGPO

Issue: Patent (identical)

It can not be recognlzed that ‘the inventions are.

: dlfferent since there is no statement or proof regardlng
additional conditions including different properties. -

5. A-1 51 (Gyo Ke) 125

THC (November 16, 1977)
Appellant: Maruzen Kasei

- Appellee:--DGPO

Issue: Patent (identical) =~

The term "sodium citrate” is generally used to
mean "trisodium citrate." 'Théréfefe”ﬁfhe'sodiuﬁ éitrété:“;

_qused 1n the. present 1nvent10n is' not related o~ "sod1um

”erTaLE Used i the earller “FiTed appllcatlon.

91—
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6. A-5 45 {Gyo Ke) 124

THC (Octover 5, 1975)

Appellant: Furukawa Denki Kogyo .

Appellee: DGPO

Issue: Patent {substantially,identical}hu K

.Technical features and effects of the invention of
the earlier.filed application are not set. forth in the
claims, but are obvious from the specification. . Thus, the.
technica1 fgatures_andlgffectsuof the inventions;are:;gme,u

7. A-2 49 (Gyo Xe) 116
THC {January 25, 1978)
Appellant: Brother Kogyo
'Appellee: Silver Seiko
Issue: Patent (identical)

" The earlier filed application includes-the:elgmeﬁts‘
A and B, where as the present application includes only
__the element A.. When con51derat10n is. llmlted to the same

~ element A, no. advantageous effects of the inventions are. T
found and thus, the inventions .are 1dent1cal. S

8. A-1 43 (Gyo Ke) 77

THC (March 20, 1978)

.Appellant: Tokyo Miura denki

Appellee: DGPO

Issue: Patent (substantially identical)

The. portion which is briefly mentioned or omitted is
assumed.to be pertineht fo the prior art. If objects of
~.the inventions are. dlfferent‘rwhen the same, advantageous )
effects are obta;ged_py:therlpvgntlons they are con51dered -
to be identical, |

—93—
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9. A-1 48 {Gyo Ke) 27
THC (May 31, 1978)
Appellant: M.L.A.G.
Appellee: DGPO

Issue: Patent (identical)

" ‘The ‘present ‘application includes“aaplurality:of
embodiments. One of them is different from the embodiment
of the earlier filed application, but the other embodiments

~ considered to be identical with the embodiment thereof.
Under these éonditions, the inventions ‘are considered to'
be identical. o L ’ o

10. A-1 46 (Gyo Ke} 134
THC (May 2, 1978)
Appellant:’ Shlgeo Yoshlda
Appellee: DGPO::
Issue:?Patentt(1dentical)

If one process of the method of the earller flled
“application is carried out by the use of. the dev1ce of

the present invention, technical features of'the inventions
.are not correspondingly related to.eéach other.:: :

11. A-1 52 (Gyo Ke) 109

THC (November 29, 1978)

~ Appellant: Rose Pulanandrews -
" Appellee: DGPO - '
Issue: Patent (identical)

The invention of the present invention includes a ..
_method of producing monofurfurylazine‘f“ThiS'méthod”i§“=t~

_considered.to be fhemsamewasmammethodmof produczng “az Fages
of the earlier filed appllcatlon ‘ R




12. A-1 S1 (Gyo Ke) 91
THC {November 16, 1978)

- Appellant: RCA

Appellee: DGPO

Issue: Patent ({identical)

The case is directed to the.issue of interpretation
of "oscillator.! - '

‘13. A-2 52.(Gyo.Ke) 35 - :-

THC (April 30, 1978)-

Appellant: General Electric

Appellee: Asahikasei N

‘Issue: Patent (substantially iden;ical) e

_ The inventions are considered to be substantially..
identical when the present invention is compared:with: the -
claims and embodiments of the earlier filed-applitation;;n.

in combination with the prior art,

14A_}_ oy (Gyo Ke) T

THC (May 29,:1980). -
Appellant: Shinagawa Kako
Appellee: DGPO

Issue: Patent (identical)

The difference between technical features of the . ¢

inventions are obvious in light of the prior art, =

15, A-1 52 (Gyo Ke) 169

THC (February 27, /1981) Coan R
:wmAppellann;@Sanxggﬂﬁnki@;ﬁﬁ;gmgm;EL;;JNﬁ“*
Appellee: .DGPO. -
Issue: Patent (identical)

The differences between the inventions are merely
of the formality,

—94—
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mi?A-lSS(GyoKe)zg e e

_SC-(September 7, 1982)"

28
16. A-1 54 (Gyo Ke) 85 :
THC (April 27, 1981)
Appellant: Showa Kobunshi
Apnell=e' DGPO

‘Issue: Patent (1dent1ca1)

It is recognized that the difference between
advantageous ‘effects of 'the- 1nvent10ns result from the
limitation of molecular weight. '

17. A-1 S4 (Gyo Ke) 13

THC (July 28, 1981)

Appellant: American Cynamid <~
Appellee: DGPO _
Issue: Patent (identical) R

'The decision that ‘the present “invention'is covered
by the invention of the éarlier filed+application is -
errorneous.

THC (July 30, 1981)
Appellant: Gemeral Electric

- Appellee: DGPO

Issue: Patent (identical) -

'The differences between operation’and advantageous

- effects of the inventions’are:not ¢learly described”in the

specification of the present application,

A-4 537 (Gyo Tsu) 12

.. Appellant:iGeneral-Electric~—

Appellee: DGPO

THC decision is upheld.

—85—




'19. A-1 53 (Gyo Ke)} 154

THC (September 29, 1981)

Appellant: B.W.H.

Appellee: DGFO

-Issue: Patent (substantially identical}. ... .

f
f
!
H
{
f.
i
(.

Technical features .of the inventions are different.
The joint-.use 0of —Sb,0, dis .irrelevant to the subject .-
matter of the invention of the earlier filed application.

20. A-1 55 (Gyo Ke) 82

THC (January 26, 1982)

Appellant: Osaka Packing Seisakusho -
Appellee: DGPO

Issue: Patent (identical}

.. +-The molding method is .conventional .and .the molded item
is identical with-the one:of the cited reference..:

A-4 57 (Gyo Tsu) 51
" SC (September 7,.1982)
Appellant: ditto
Appellee: ditto

(same)

21. A-1 55 (Gyo Ke) 25

THC ..(June .30, .1982) .. Conee .
. Appellant::Okamoto: Shoka1 Yugen Kalsha
Appellee: DGPO P G
Issue: UM (identical)

..The embodiment shown in the drawing of the present.. =
invention is identical with the.one.of:the. cited reference.

—96—
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TTHC (July” 30 1984)
: Issue Patent (1dent1cal)

;: de51gn ch01se

30

22. A-1 56 (Gyo.Ke) 34 .

"THC (February 28, 1984):: -

Appellant: Serany Corp.
Appellee: DGPO
Issue: Patent (identical)

The decision was such that the 1nvent10ns are

~considered to be .identical on: the ba51s of the certlflcate
- of experiment. \However, the:cqultlens for the exper;ment

are incorrect.

23. A-1 56 (Gyo Ke) 210 . . . .

THC (March 29, 1984) ' - -

 Appellant: Konishiroku Shashinkogyo:

Appellee: DGPO
Issue: Patent (substantially identical) -

,-_The¢;peating,method:iswnqtgwell;known;in.thEaant.w il

24, A-1 57 (Gyo Ke) 90 .. .

Appellant Seklsu1 Kaselhln Kogyo K K
Appellee DGPO B : , :

.The. dlfference between the 1nvent10ns is an obv10us

-7 —




Significance of Criticality of Numerical

Limitations in Claims

Japanese Group, Committee No. 1
‘Subcommittee No. 2 ’

~ Akira Atsuml, Te131n Ltd

" Akio Okumura, Fuji Photo Film Co., Ltd.
.Hiroshi Katacka, Nippon Shinyaku Co., Ltd.
Masahiko Katoh, Toyota Central Res. & Develop. Labs., Inc.
Michihiro Kamelshl, Kanegafuchi Chemical Ind. Co., Ltd.
Ichire Tsurumaki, Toyo Soda Manufacturing Co., Ltd.
Ryuichi Nakao, Mazda Motor Corporation
Kazuyuki Furukawahara, fAisin Seiki Co., Ltd.
Makoto Miyajima, Fuji Heavy Industries, Ltd. .

Speaker: M. Katoh, Toyofa: Central Res. & Develop Labs.,
Inc. ‘ . _

Abstract
It is generally believed that the presence of ‘significance of
criticality is required for a particular numerical limitation

to be acceptable. It is, however, apparent from recent court
decisions that the Patent Office and the court -think

“differently about the necessity for the significance of o7 g

criticality of a numeriecal limitation, partlcularly in
connection with judgment as to identity of ‘an invention, ‘or
introduction of new matter by an amendment after allowance. of
an application for publication. In this report, the issues of
numerical limitation of an invention ‘and the significance of
criticality are described, and then the issues are discussed
with reference to (1) identity of an invention, (2}
‘unobviousness and (3) introduction ‘of ‘new matter by an
amendment, which are all important factors to be considered in
the prosecution of applications, while introducing a number of
court decisions, and finally the important points which the
court decisions indicate and which have to be kept in mind
durlng the prosecution are summarized.

1. Introduction

TNumerical” limitation is an issue which is unavoidable in =

the prosecution of a patent application or a utility model
registration application particularly in the field of chemistry
or materials. First of all, it is often the case when
preparing a specification to incorporate numerical limitations
into claims in order to render the invention patentable. " Even

A e oA st e et




if no numeriéalllimitation is ‘made in claims as filed, it-is
sometimes necessary to make an amendment of claims by way of
“numerical limitation in order to overcome the Examinerts® “*:
rejection.: No amendment inecludifig a numerical limitation is
“entered unless a numerical range- supporting the amendment ‘and
the signifieance of its eriticality are stated in the °©
“specification’as originally filed. ' g S
' The term "significancé’of criticality" means”that the -
numerically limited inﬁention prOduCes.dnexpected7or*aifferént
results from the5inventicnfto-whichqthe-numerieal“limitation
“does not apply: = The examination' proceedings at the' Patent
Office apparently requires-the“pbeséhce"bf significancé of -
‘eriticality for a numerical limitation to be: acceptable."
‘Recent ‘court decisions, however, appear to teach that the court
“.thinks differently from”the Japanese Patent Office about the

‘necessity for the‘significance of eriticality of a numeprical-
limitation, particularly in coanection with judgment® as to' the e v
identity or‘:sameness of an invention with another' invention; or -
the introduction of new matter byfén*amendment° ‘‘We believe” .
that it w1ll be of great help for the: aGQUlSltlon of a patent o wwwww;$

e s pe GG ERTZe the positions which the Patent’ O0ffice and the‘” - 3

court take .in- connection‘with this issue. ™~ "~ '
In this report, therefore, we 'will briefly desecribe’ the
issues of numerical limitation of an invention and-the” -~ -

‘significance ‘of criticality, then discuss the issues’with = °
reference”to (1) identity-6f-an invention, (2) unobviousness
and '(3) introduction of new matteér by an amendment, which are
all important factors to be considered in the prosecution of a
patent application, while reviewing a number of court decisions
involving consideration of each such factor, and finally
summarize the important-points which the court decisions
indicate, and whlch we will have to keep in m1nd durlng ‘the. .

prosecutlon of our- appllcatlon. e

2. Numerically Limited Invention
"Numerical limitation is one way of limiting the scope of .

‘an invention. Other ways include the limitation of a

gy




P. 3

material,.or use. - It is-.effected by limiting numerically. a.
feature which:is recited.in a claim. . A numerically.limited
feature.defines an-essential feature of the invention which is
set. forth. in a claim pursuant to the provisions of Section 5. of
Article.36 of the Patent Law.. -A-numerical limitation usually
employs numericalryalues‘expressing conditions,:for example,
1000 to 1200 C, or 1 to 10 atms., but can also.be made by using
certaln terms indicating. the properties:of. a particular:
;substance, for example, b0111ng or melting point.

In-other words,  it:is-pessible to say that.a numerlcally
limited invention is an invention.which is rendered patentable

only by some-such.numerical limitation. For example, it is-

often the‘case“that'aﬁfeature of -an _invention known.in the art

.is numerically limited (e.g. "reacting by a pressure of 150 to
200.atms.” vs.:Yreacting at.a‘high;preﬁsure"),yor.a numerically
limited feature of an invention .known in:the art is limited in
.a.different way (e.g. "neutralizing with HCl having a
';concen;ration}ofﬂﬂo to 504" vs., "pneutralizing. with HCl having a
céngentration of 20 to 30%").. In-either event, the presence
of éignificance-of.criticality-is,usually;requiped for:the .-

—onumerteal Iimitation ooy

_ It is also sometimes:the case-that at- least one-of the.
features. of an invention is. numerically limited, even if it is
novel and patentable irrespective of.any.such numerical ..
limitation. . There are court decisions holdiﬁé that this kind
of‘numgrical,limitétion_is‘merely supplementary, and not
‘requ;red,to.havesany'significance of eriticality (e.g. Tokyo:

. High Court, 1gyo-ke' No..169 of 1978).: .This-report will not

_ discuss any numerically limited.invention of-this nature..

3. Positions of the Patent..0ffice Conecerning Numerically.
lelted Inventlons

'Thé following is a summary of the p051t10ns ‘taken by~ the’M“””

Patent Office when considering a numerically limited invention
- from the standpoints of identity, unobviousness, and
introduction of new matter by an amendment:. . :
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3.1. Judgment -as to Identity. of:Invention . .
The issue of identity is consideredibetween,one:invention

- and another, in an earlier filed application pursuant to. the.
. provisions of: Section 1 of Article 39 and Article 29 bis: of  the

Patent Law. - If the numerical: limitation of.:an:invention-in.a

particular application is.obvious to anybody of ‘ordinary -skill
~:in the .art in view of its object and features and failsi:ito .= 7
produce-any_unexpected-résultsras-compared-with-antinvention in
~.an:.earlier filed applicﬁtion; it is ‘deemed: as a matter of mere
lghoice:or change and the numerically limited ‘invention ig -

considered as being identical with the invention 'in the earlier
filed application.

In the field of alloys, however, two inventions are
considered different from each other even if  the alloy"

- compositions are identical or overlapped with .each: other, if

they differ from each other in the properties of the alloys
{results- of:-the invention)..which the inventors have found and

therefore in the -usage of ‘the -alloys. .

... 3.2.. Judgment as to. Unobviousness

1
;
;
j
{

provisions . of: Section 2 of ‘Article 29 of the Patent Law. In

order-to: support: the unobvicusness of a numerically limited

invention from the prior .art, it is. necessary to show: the
significance. of criticality of the numerical limitation, ~ If
it has no significance of.critiecality,:it is considered: obvious

.as being merely:agmatter_of.choice,fbrnas*beingla‘matteb'mérely

omitted as known .in prior-art-literature,

- 3.3.:Judgment. as to .Introduction:of-New Matter:-by an Amendment

An applicant can amend :the. specification and drawings.:

Anendments which can be made before the delivery of a Notice'of
”Kllowande,f@h:Publicatjon;(fefeﬁretho'asaalloWanceffbrsﬁﬁif

The issue of unobviousness is c¢otri§idered pursuant to the

publication) differ from those whichcan be made' thereafter.

No amendment, made .before; allowance for publication to broaden,
narrow or_alter a claim. is considered’ as introducing new matter
if it is made within the disclosure of the specification as::

originally filed.. Amendments which can.be made after :i-:
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allowance for publication are, however, limited to (i)

srestriction of a elaim, (il) correction of errors in

description and (iii) clarification of an ambiguous description

‘(Section 1 of ‘Article 64 of the Patent Law). = An amendment for
: adding a numerical limitation appears to restrict a claim or
“glarify an ambiguous description, but is: sometimes considered

as substantially broadening or altering the claim. This report

. will discuss only amendments made after allowance for
~publicaticn, as amendments'made by way of numerical limitation

before allowance for publication are treated in a . similar way

- to -those made thereafter.

k. Court Decisions Concerning Numerically Limited Inventions
and the Issue of Significance of Criticality Discussed Therein

4,1, Court Decisions Involving the :Issue of Identity

The following decisions exemplify the cases "in which the
identity of a numerically limited invention was argued pursuant
to the provisions of Section 1 of Article 39 of the Patent Law:

e (1Y CABE e Ty T s

Case of. "Thermoplastic Mixture", Tokyo High Court, 6th .
..~ Civil Dept., 'gyo-ke' No. 154 of 1978, September 29, 1981.
The:court canceled: the trial: decision ‘of the Patent Office
holding-that*the present invention defined by a numerical:. -

~limitation adjoining in range: the numerieal limitation of an

invention in-an earlier filed application was identidal'tb the
latter invention. The invention in the earlier filed =~
application was a flame retardant polyolefin mixture containing

-5 to 25% by weight of compound (A): based on the’ polyolefin-

Wweight.. . :The present invention Wwas: a flame retardant

<. polyolefin:mixture containing 2:to:less’ than 5% by weight of
“compound” (a) which was substantlally equal to compound (A). =

The proportion.of compound {a) in the mixture of the: present

“invention, which had been 2 to 20% by weight in the original”
-.~application, was.thereafter amended, and was: 2 to less than
5.3% by weight when the application was finally rejected, and 2

td'less‘than 5% by weight.when the trial‘was démanded“égaiﬁSt
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the Examiner's decision. The Patent Office concluded that the
limitation of "less than 5% by weight" according to the present
invention did not-have any significarice of ‘eriticality, while
the limitation of "5 to 25% by weight".according to the. '
invention of the earlier filed application had no signifieance

“of eriticality, either, as’'it was merely an indication of the
“amount of compound (a) to:be used, and held. that the .two.

inventions were identical to 'each other. . -

The court, however,’ concluded that they Wwere not idéntical

for the following reason:-

"The limitation to the amount of bompbund'(a)%(s'to~25% by
weight) according to the invention of the earlier filed
‘application is an'essential;featureethereof"pursuaht to
the provisions of Section 5 of Article 36 of the Patent
Lew._ The limitation to the amount of compound (a) (2 to

less than 5% by weight) according to the present invention
‘does not overlap the range’ limited by the 1nvent10n of the
¢éarlier application; though it may not have any

sighificance of eriticality. — Insofar as the amouﬁt:ofE:

the compound used by the present 1nvent10n differs’ from U 4

capplication:was-idehtieal-totthe-latter—invention:——

the amount used by the 1nvent1on of the earlier
application, the trial decision is’ ‘wrong in- ccncludlng
‘that it is identical to the invention of the earlier
‘application, simply because thé limltation to” the’ amount
of compound {(a) has no 31gn1flcance of cpltlcallty no
(2) Case f&2¢' L

. Case of "Moldable‘Resin'Combositioh", Tokyo High Court,
13th Civil Dept., 'gyo-ke' No. 85 of 1979, April 27, 1981,
This is another case in which'the court ‘¢anceled the trial

deecision of théfPetent'Office”holding'that the bresent

invention defined by a numerical limitation adjoining in range

the numerical limitation of an‘invention in.an earlier filed - -

WHE T& 57

unsaturated polyester was defined as having a molecular:weiéht

~of 142 to 215 per double bond according to the invention of ‘the

earlier filed application, the present invention 1im1ted3it'éo

- over 215 {excluding 215).°" The" Patent Office concluded that

the two inventions were substantlally 1dentlcal, since no
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significance of criticality could be found in the numerical
Aimitation of elther of the two inventions.

:The court: rendered the following de0151on-_ :

"If the numerical limitation according to the present

-invention had neo significance of critiecality, it would be

correct to conclude . that it was identical tp the invention

of the earliier applioatiqn-despite their difference in the
range of limitation. The examples described .in the test

-report concerning the present invention, however, confirm
the results of the numerical limitation described
-qualitatively in the specification.  Therefore, the
Anumeriealclimitatipniaecording-to the present. invention is
of a significance of criticality, and it differs:from the
o 1nvent10n of the earlier filed application."
\3) Discussion:.
_ .In both of the cases, the Patent Offlce concluded that
Jeven 1f the two 1nvent10ns clearly dlffered from each other in
the range of numerlcal 11m1tat10n, they were 1dentlcal .unless
the numerical llmltatlon for each invention had 1n 1tse1f
51gn1flcance of ecriticality. The court dld not agree to the
~position of the Patent Office in. Case: T-1, but held that’ no
significance of criticality was necessarily required: of-the
numéricai.limitatipn.offeaph invention. - . In Case 1-2, however,
the court held the two inventions as being identical.if the
numerical limitation of the present. invention had no
significance of critieality, while not referring to the
Significance_of criticality of the limitation for the invention
pf.the eariier application. Thus, the court took different
,positions'frém.one,case to the other.
Accordingly, it is not yet clear whether-it. is necessary
to consider the significance of .eriticality of. a numerical . ...
llmltatlon when dlscu351ng the issue.of 1dent1ty._ Insofar as

1ntended to avoid double-patenting, it appears that-it .may not
ﬁalways be._necessary to consider the presence of. any. such
_.31gn1flcance of criticality when discussing the issue of.
identity, if the two inventions in question are both

numerically limited and can be numerically distinguished. from
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4.2. Court Decisions Involving the Issue of Unobyiogsness.;rﬂ
(1) Case 2-1: . L N
Case of "Method of Producing a Rebondlng Foam", Tokyo High
Court, 13th Civil Dept., 'gyo-ke' No. 36.0f 1981, -March
27, 1985, . - L
The court supported. the trial. de0151on whloh denled the
unobviousness of the invention, as the limitation to the - amount
of the solvent to. be added to. the bhinder had no significance of
crltloallty. i ) : . : . :
-The Examiner in the Patent Office cited a: plural1ty -of »
references to.-show that.a method of producing a rebonding foam
by u51ng a: polyurethane prepolymer as-a blnder for bondlng

.scrap chips of polyurethane had been known pPlOP to the flllng

of . the application. . The applicant, therefore, llmlted the

. elaim. by limiting the composition.of the binder and-the. amount

of the solvent to be.added.to the binder.  As a result:of- the
limitation,-the-binder contained 1.to-. 10% of-a free.isocyanate,

angd the amount . of the: solvent was 50 to 150 parts by weight-for . ¥ .

100 parts by weight ‘of the blnder.Z ‘The appllcant*arguedmthat

the invention.would- now- produce unexpected results, suchias. .-

being caoable of producing a rebonding foam having: excellent:.

physical properties, e.g. - low residual.compressive: strain.
The specification-contained.two examples in which.the

. physical properties:of.the rebonding feoam:according. to they:-

invenﬁ}on:weneieomgereozwith,thoee_of.the;conventional-rr»:mu*

ppoduets., -In both of these- examples,:however, the amount of.

the solvent was 53.8 parts by weight for 100 parts by weight of

the ‘binder.. . The oourt'eoncluded;that,thefinvention;coulo not
be considered to, produce excellent.results over the whole range

recited for the: amount.of the solvent;:by.way. of.examples. -

showing only.a.single.specifigevalue~in-thesrecited ramgér ~THa

~ court also concluded that the test report submitted. by the
~applicant-during the.examination.proceedings did: not show any

.appreciable difference between the results obtained- by using:
the upper-limit of the amount-of the solvent: and. thosé obtained
by using. a larger amount.:: Thus,.-the.court held that the: :..:
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limitation of the amount of the solvent could not be considered
to have any significance of criticality, and supported the
trial deciSion saying that the invention was obvious from the
disclosures of the cited references. o e
(2) Case 2-2: ' o
Case of "Laminated Product", Tokyo High Court, 6th Civil
Dépt., 'gyo-ke' No. 281 of 1981, February 28, 1984,

'The court concluded that the numerical limitation of the
“invention was of significance of eritiecality, and canceled the
trial ‘decizion which had denied its unobviousness.

The invention was a laminated product obtained by bonding
a netal and an’ ethylenic polymer with & carboxyl containing
polyolefin~ethylenic polymer as an adhesive having a metal =

carboxylate proportion, or neutralization degree, of 1 -to less
than 10 mol %.°" S e e - e
‘A reference was cited as disclosing a similar laminated °

product and: teaching that a’ polymer would increase its adhesive
strength with a reduction in the degree of 'its neutralization.

.This fact was demonstrated by a continuous curve representing a
ngradual decrease 1n adheslve strength with an 1ncrea51ng degree

of neutralization. This curve was prepared by plotiting the —~ 7T

results  of the tests conductéd by employing different degrees’
of ‘neutralization, i.e. 0, 17, 25, ... "~ No'test was conducted
at any degree of neutralization between 0 and 17. R
~The drawings accompanying the specification for the
present invention include a curve’ showing that according to the
invention. The maximum adhesive strength was obtained‘aﬁ a
neutralization degree of 1 to. 10 mol® %, and that . lt was hlgher
‘than the values shown in- the reference.’ ' ' '
“The court concluded that a comparison of these drawings
confirmed the significance of eriticaldity of the limitation to
_.the peutralization degree of the polymer according to the
' ~inven£ion, and held. that- the.invention:was uncbviouéir. L
(3) Discussion: ' R
In both of the.cases, the point at issue was the degree to
'which the significance of criticality of a mumerical limitation
was disclosed,. -In Case 2-1, the court concliuded that the -

disclosure of the examples-was insufficient” to'show the’
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significance of criticality of: the numerical limitation stated
in~the-specification.'*JWE believe that the court was correct

in judging that results obtained -only at a particular pointf“
within a'range of numerical limitation would not  support .its

significance of criticality over the whole range.

In Case 2-2, the graphical representation:of . the results
obtained from thelexamples shows that :the maximum-adhesive
strength was attained within the numerically limited range. As
this fact is apparently_notfobvious-fnom“the'curve'showh in the

"reference, ‘we ‘believe :Lhat theacoﬁrt“decisionninnthe present

case was correct, :
~.The Patent -Office and the court share the same opinion

~that, in ‘order to have .a numerically limited invention
considered unobvious, it is‘'necessary to show the significance

of eriticality of its numerical limitation. “Thusy it can be
said that the presence of significance ‘of ‘eriticality is an
important’ factor for:the unobv1ousness of a numerleally llmlted

'1nvent10n

4,3;'Courthecisions~Involving:the Issue-of Amendment after:
.+ .Allowance for Publication SR = i
The-follbwingFare~9xampIES~offcourt“decisionsﬂiﬁvolving*an
argument as to whether an amendment made after allowance for
publication amounted to the narrow1ng of a claim Tor: patent or
utility model registrationy : ‘ S
(1} Case 3~-1: B TS RTINS S SR TS
Case of "Golf Club", Tokyo High Court, 13th Civil Dept.,
- tgyo-ke! No, 25 of 1980, June 30, 1982,
The court. supported ‘the trial de0151on holdlng an-

- amendment as introduction of new matter.

The original: claim for utikity model: reglstratlon read as

' follows.

."A zolf club hav1ng a: bLaa—welghbmdfsposed"around“a ball

‘striking surface on its head, or at the: fnont-edge,'front

and- rear edges, front-and lower edges,: or Pront, rear and

lower edges of ' sald ball striking surface so that'said

:bias weight:may surround. the center of said ball striklng
. surfacel. . . ' :
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‘There was no numerical limitation as ‘to the position of the.
bias weight.. = The applicant, then, made a voluntary amendment:
incorporating .a numerical limitation, and the amendedwclaim:_
read as- follows.- RTEIERE EU e .
"p golf eclub having a bias weight disposed around a ball.
t . .striking surface, (1) said bias weight being located on a
s line joining the outer periphery of said ball striking
:surface and its center: of :gravity, the distance: between'
the inner and . outer peripheries of said bias weight and
. :the distance. between the inner periphery of said-bias
weight and said center of gravity having:a ratio.of: 1:to

-5, {2)+said bias weight at -two specific:points and said
ball .striking surface having.a weight ratio of 1 to 5, ‘and

.- not more than. 1, respectively".

L

:The court concluded -that, though the specification as:
origlnally filed :and as published. suggested that the bias .. .-
.weight was located .closer to the outer.-periphery of the ball”

strik{ng surface than to its center and was of substantial:
weight, neither of the numerical limitations (1) and (2) was
degcribed-in-the specification_as-qfiginally-filed, and. that
“since it was ¢lear that uneipectéd results would be produced by
. the amendment, it was considered as:substantially altering the
claim.- - : ' : o X
(2). Case . 3-2: _ ‘ L
Case of "Method of Improving the Quality of Food", Tokyo
' High Court, 6th Civil Dept.; Tgyo~ke' No. 100 of “1977,
.. November 20, 1980. RN S : e
The court canceled the trial decision 'which had concluded
- an amendment made. after -allowance fof‘publication'aS'
_introducing new mattérm ' .
_The elaim in-the .specification as -published read as.
‘ follows- .
- cNA method of 1mprov1ng ‘the quallty of -food comprlslng
;cpn;agtlng food: containing a protein-with an aqueous
.. ~80lution, containing a monobasgic amine aecid or a salt
»: thereof .and having a- pH of at least .6". -
;he‘applicant amended -the wording "having a: pHiof at least &"

to "having a pH of at least 7.5 when the agueous solution has a ?
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concentration of 1%". - The-applicant also’made an amendment

‘for marrowing the ‘claim by rédéiting a specific amino-acid, and
“canceled dnd added some-examples. “The-Patent Office “concluded
‘that the amendment introduced new matter; ‘insofar as the

spécificaﬁion as published did not show any, K -significance of
ariticality in the limitation to a’'pH of at least 7.5. -
a The judgment of the court was, however, as follows:
"It appears from ‘the disclosure of the “specification as
"publishéd that the same ‘results can be obtained when the
.solution héds-a pH of“7i5 or abéve, ‘or 10, 12 or ‘above, as
.when it has 'a pH of léss-than'T.5.° “In-other words, the
~disclosure cannot be interpreted-‘as teéaching “that the
invention defined by the ‘amended ¢laim would prodice
better results than the invention as originally-diaimed.
Therefore;, ‘the améndient can bé cofisidered-'ds narrowing
the claim numerically, and it ‘cannot be concluded that the
‘amendment introduces néw matter.’ -The addition'of the
example should-be considered as clarlfylng an 1ndef1n1te
statement " R
(3) Case 3-3:

346 of 1980, July 28, 1983.
‘The court canceled the trial de¢ision which had concluded
'chat an amendment made ‘after “allowance ‘for’ publlcatlon had
introduced new matter. ' ' B '

. The elaim in . the specification - és”publishéd set'fbftﬂ'é'
"method ‘for :ithe suspen31on polymerlzatlon ‘of vinyl chlorlde 1n
an agueous:. dlsper31ng medium “employing as a suspending agent
polyvinyl -alcohol ‘having 'a ‘saponification degree of 70 to 80%,

a 4% aqueous solution ‘of said polyvinyl aleohol” having a '
viscosity of 5 to 30 cps at 20°C.  ‘The appllcant amended'thé
sapon1f1cat10n degree to a range of 70.0 to 78.0% and the

v130031tv to_a _range 0f.5.0::40=28<0- cg§3fchangedwnnemcf“the'

examnples: to a comparative example, and added two examples The
specification as' published showed a’ preferred saponlflcatlon“
degree in ‘the range:of 75 to 79%, but did not mention 78%

. specifically. - Fori‘this reason, the Patent Office ‘did not

enter -the amendment. *
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. The conclusion of the court was, however, as follows:
"The object of - the invention defined by the amended clalm
is exactly the same as that of the invention as originally
claimed. -~The aﬁendment-does not introduce any new object
or .result of the invention. - It cannot be considered as
altering the technical concept of -the invention. - The
amendment -should be interpreted as introdueing a further
limitation to the-saponification degree and viscosity of
-PYA and thereby further clarifying the advantages of the
__invehtiqn. It is éonsidered'as‘narrowing the claim, and
not.introducing any new.matter. - The addition of- the
_.examples .is. considered as being merely intended to . -show
the. results of the invention more clearly.”
(4) Discussion: . L
It is possible that an amendment for introducing a
numerical limitation made.after allowance for-publication such
as (i) a numerical limitation to a broad claim‘originally not
cpntaiﬁing any such limitation (Case 3-1),:or (ii) a further
limitation to a numerical limitation already existing-in a
claim (Case 3«2 or 3- 3), may turn out to alter the claim - unless

“the’ llmltatlon ‘to be 1ntroduced ‘is sp901flcally atated in fhig
specification. ; T .

.. In Case 3-1, the amendment was dismissed by -the Patent
Offlce since the amended -invention. would produce:results not:. to
be expected from the invention as orlglnally claimed. .. We-
con51der that the court was .correct in supportlng the trial
d801810n dismissing the amendment as introducing new matter,
insofar as the original specification did not mention-the
numericai limitation,nqr-;ts significance of criticality, and
the amended claim‘defihed an'ihvention'producing results not to
be expected from the original disclosure. ; :

- In Cases 3-2 and .3-3, ‘the court. judged the amendment ‘as .
mwwnot 1ntrodu01ng new matter 51nce the numerloal range fell"

t‘w1th1n the origlnal range,,and;the results obtained from the.
'.1nventlcn defined by the new :claim were considered comparable
to those attalned by the originally claimed .invention.
yThe court hold that.the_restriction”of;the numerical range

by use of the new values not specifically mentioned in the ..
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specification would not constitute new matter, and thus the
court seems ‘to éiveilessvimpchtanee-to the presence ‘of
singnificance of criticality in the original specification. A
study of this point appears to be necessary for clarifying the
reasons for the different positions taken by the Patent Office
and the court. Lo o .

We believe that these court decisions are worthy of

-attention, as they apparently influence the practlce of the

Patent Office.

5. Important Points Affecting Our Practice
The following is a summary of the important points which

‘we have learned from the court decisions as affecting the

.patent practice, including the preparatlon of “an- appllcatlon

and its- prosecutlon.

5.1:"Identity of a Numerically Limited Invention
-.Itis important to oonSider'the‘issuefof“idéntity; 'not
only for determining:if two inventions have- an 1dentlcal

technlcal concept, ‘but “also’ from the- standp01nt of aV01d1ng N

double patentiung. ‘As above mentioned; a’ humeriecal range
recited in a claim should not be’'a meré numerical limitationi or
change (Patent Office Manual- of Examining Procedure- Concerning

.Tdentity of an -Invention). = Therefore, the Patent Office may

require the disclosure of the significance of criticality of-
any such numerical limitation in connection with consideration

‘as to-theidentity of the invention in question with another.

‘'When an application is filed, it 'may happen that an
earlier filed application with which it will later be compared
is still to be published. Thereéfore, it is 'difficult to state

in the orlginal speclflcatlon ‘any numerical llmltatlon that the. . ...

'appllcant may have to’ ananqnatﬁmlnwihemfuture, Ad-iitg

significance of c¢riticality. ' In'order to facilitate ‘the
acquisition of.a patent, however, it is desirable to“state any.
possible numerical limitation and the significance of

eriticality in. the.original specification.

-.Ifithe:issue‘of-identity arises; it is: advisable, first of
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all, to.make an argument concentrated on thé_avoidancenof”,_,
double patenting, and .then..clarify the significance of
ceriticality of.any numerical limitation, if possible. -

- 5.2. Unobviousness : : : :

' The unobviousness of a numerically limited invention
depends on the significance of criticality . of its numerical
limitation. . The significance of eriticality:differs from one
invention to another. It is difficult to establish a single
standard which is common to all inventions. The following is,
therefore, merely an example of the manner In which we suggest
the significance of -criticality of a -numerical limitation '
should be shown in the specification. B

iThe,signifiqance-ofxqriticality of ‘a numerical .limitation
for an. invention,..particularly infthe_field;of,chemistryqorl:
materials, should be shown by way of examples:and.comparative
examples. The examples should cover the whole rangé of the
numericdl limitation and be compared with comparative examples
directed to,a range.which falls outside,thezrange=to_which-the

invention is-limited,  .The use .of-a graph-or graphs is an

~effective methodrof “presenting: such examples. o o mon
It.is not infrequent for. a. specification to:describea
..numerical limitation-as~not‘beingsanpessentialjfeaturefof the
.invention,.for.instance, "preferably 10 to 20% by:weight" - of..a
'gertainqsubstance,'or to show. an example. or examples which are
diredted.to;only-a single specific value. even if .the
-deseription-.contains a range of values. . It is, howeﬁer,
important to include a variety of examples in the original
Specification,‘as_staped‘hereinabove in view of  the possibility
+that. a numerical limitation may-have to be incorporated into

Pthe”claim:after-the;applicationlis filed,: [ .-

'%m553;73méﬁdméhf'affeffﬁlléwéhbé”forTPﬁbiiéétibﬁ""”” e
-The.applicant often.finds itrnecessaryutO'amehdqa;claim._
~.after the publication of his application in order to overcome
any opposition-Iodged-against it;- ‘If.a,numenical”limitatioﬁ
which is introduced byrthé_amendment is not.considered:as:

..altering.the object or results.of the invention.as:defined by
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the original claim, with the ‘original:claim having a broader
scope than the amended claim, the amendment may be entered,
even if the numerically by limitéd:range is not specifically
stated in the specification ‘as-originally filed, or as
published. It appears that the deletion or addition of an
example or examples is also permissible.

6. Coneclusion .
We have discussed a number of court deolsions concernlng )
'numerlcally llmlted 1nvent10ns, ‘and - summarlzed the 1mportant '

points which’ they tiedeH “us.' " '‘While there are, of course, other
points: that must be kept: thmlnd*rngour-praetlce; we ‘havé 'shown'
only ‘the points:which we have:learned from the courtidecisions
which: have -particularly-drawn our special attention. . :Inscfar:i:
as Japan.is. a country in.which written: 1aw'govérns;'we are. -not.

certaln, but belleve that the court de0131ons whlch we have. .

discussed herelnabove W1ll have 2 31gn1flcant 1nfluence on. ou

practlce. . We w111 be happy 1f thls report 15 of help to anyh
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NUMERICAL LIMITATIONS IN U.S. PATENT CLAIMS

Abstract )

There are many reasons for the 1nc1uaion of numerical
11m1tations in‘U_S_“ciaims,‘ Satisfaction of the patent
”1ow that the invention be new, useful and unobvious may
provide some of the reasons. In addition, satisfaction of
the disclosure and-cliaiming requirementS“may provide: other
reasons, ‘The case law relating to the use of numerical
limitations to define new and'unobvious inventions is
reviewed., The" role of numerical limitations in interfer-L

ence practice and the problem of proper support for . :
_.numerical limitations. are also discussed. .. ... ... b

J.'Jeffrey Hawley
Eastman Kodak Co.
343 State Street
Rochester, N.Y. 14650
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NUMERICAL L:IMIT'AT-I-ONS VIN U.S. PAT’ENT CLAIMs"-

"My topic today is numerical limitations in u. .S,
Patent claims. I will limit my discussion to the patent
procurement aspects since ‘there will be another paper that'q
deals with ‘the ‘patent infringement a8pects That paper" o

will discuss the ‘problems of claim scope interpretation

including the doctrines of file wrapper estoppel and
equivalents. | | |

There are many reasons that a numerical limita-”‘}“
tion might be put into & U.S. claim. As we all know,ﬂ' J”..
there are ‘three basic’ substantive requirements for patent-vr
ability in the United States. The invention must be new, e
useful and’ unobvious._ In addition to ‘the characteristicslul

that the invention pust have, the applicant must meet two hff_

additional requirements. In the spec1fication he must

- enable one of skill in the art to practice the invention_hf”

and in the claims he must distinctly point out what he

"Wregards as his 1nvention. ObV1ously, these five require-ﬁwa"w

ments are interrelated and it is not’ always easy to )
separate them. However, 1n U.S. practice ‘all of these':”f
requirements can be the reason for numerical claim 1imita-fd
tions. T : _ - a
Take for example the requirement ‘that” the inven=
tion be useful If an applicant knows of a significant _
range of inoperative embodiments within the scOpe of a
broad claim, he might consider a numerical limitation to

limit the claim to only those embodiments that are use-?
ful. As an illustratioa, assume that no’ prior art refer--:

_ence discloses ‘the ‘combination of. Dolvmer type A with pﬁxﬂﬁﬁy.w )
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polymer type B. However, the applicant knows that if the
glass transition temperature of polymer B is above 50
degrees C the two polymers can not be mixed. In order to
avoid claiming combinations that obv10us1y will not work, ...
he might put the numerical limitation to glass transition:.
temperature 1nto the claim. This would be required even . -
though no prior art showed any combination of A and B. '”j
. As another example, a numerical limitation might o

' be inserted into the claim if the application is rejected

- because the applicant failed to provide enablement for the'

broad scope of the original claim. To illustrate this .
51tuation, suppose that in the above example the applicantp_

had not actually tested polymers having a glass transition{*
temperature above. 50 - degrees but all of his examples used
”polymers which were between 40 and 50 degrees. 1f the.
Examiner had good reason to allege that combinations of L
polymers outsxde this range could not be made by the‘ R
methods disclosed by applicant he might require limita~ o
mwtion to. the 40 to 50 degree range.“_wﬁ;“mw

In both of these cases, the numerical limitation .

has nothing to do with the prior art. In these situa-‘ .
tions, there, is no need that embodiments within the scope_;r
of the numerical range cited show any unexpected results L

in comparison to embodiments outside the range. .
Often where the limitation is not needed to

distinguish over close prior art, a numerical 1imitation .

" can be avoided _ Instead, a. functional 1im1tation can. be ._;g

used. For example, rather than recite sPecific amounts of_.,

drug X in a composition claim, Examiners will usually
..accept . language such as . “A composition comprising 8.
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carrier and:a therapeutically effective amount o6f drug:
X." :This eliminates any inoperative embodimernts while, at.
the same time, does not severely restrict the claim.,. I1f-
the prior ‘art is close however, more clearly defined.
numerical limitations may be required. = . ¢ no oo .';@;ﬂ;
- I believe that the practice of using limitations o
for reasons other ‘than to distinguish over the prior -art
- is the aspect.of U.S. claim drafting practice that differs:
most from Japanese :practice. - It is my ‘understanding ‘that .
in Japan, Article 36 paragraph-5 states that the claim of =
the Japanese~appliCation-recite'only~the'ihdiSPenSaBlé:‘_p?:
constituent features of the ‘invention. It is my further :
understanding that.indispensable means that the feature 'is
:necessary*to:distinguish:fromuthewartnéndftosprovide the
KOKA. There: is usually no reason to recite features so ' -
that all embodiments: within:the scope of the claim are =
operative or’ to put into the ‘claim:a feature only because -
) all of the examples happen to have that .feature.' ' The &
E ............. focus-is.-on.whether-the: feature-‘is necessary: to provide ..~
| the KOKA .of: the  invention. - It :is for .this reason that 1 ...::

f ‘believe that claims i“”J&PahQSE‘CESGSQusually;haveufewerqgg- 
; featureS'than‘do similar U.S.claims. ‘I also believe that
; this is' the redson that claims written’ according: to: U.§. .
. =practice can be:inappropriate ‘in"Japan if they ‘are ‘filed"

! . -without ‘modification; but that is the topic: of another "

' paper. - .Conversely, the Japanese applicant filing in the

% - U.S. might ‘find he needs to;add features :to-avoid -

trouble. I certainly invite comment ‘on this ‘point.. .. v ..
Often the purpose of a numerical limitation in . a -
"U.S. claim is to define an invention that is new-and
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unobvious. :The ''new'" requirement is relatively easy to
- meet in the U.S. . For an invention to'be new it must. not
be identically disclosed in a single reference. If a . .

numerical limitation is relied on to establish newness it~

is only necessary for that limitation to be different in
any way from the reference. : For example, if the reference
discloses only.a range for the numerical limitation of-
from.l to 20, then a range from 2 to 19 distinguishes over
that reference. However, 1if the reference shows a range .

of from 1 to 20 and a specific example at 10, then a claim

that recites 2-to 19 is not novel over that reference. -
This is because there is a spectfic~embodiment5in the .
-reference that 3.8 within the scope of the: claim..

‘Even though the claimed range 1s: completely
within the range shown by the prior art reference,: a’
-patent can -still be obtained. ..The case of . In re Weymouth .
and Koury, 182 USPQ 290 (CCPA 1974) illustrates this
point. In that case, the invention involved a high -

~—pressure-electric.-discharge.-device such as:an.electric ... . L

lamp. Applicant had found that if the ratio of halogen -
atoms to mercury atoms in the device were in the range -
'from.Q;OB-to=0}75;-the amount of desirable white light .

that was given off by. the device-was3optimized._nAr:efer-_f&

~ence showed.an,identicaludevice;excgpt,that,theﬂratio;of

halogen: to: mercury.was: calculated to.be between 0.0000001 '

and 1.3.  Applicant: showed ‘in his original application
papers that ‘his more specific range was critical by way of

a graph which showed the white: 1ight output as -a function v

. Of this ratio. v
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'No-question was raised under 35 USC 102 . which

‘illustrates that ‘there was no question that the invention

was ‘new even though the new range was completely within W
the old. However, the Patent Office found that the'
invention was obvious under '35 USC 103. It was alleged o
that the claimed invention would have been arrived-at
through routine experimentation. ‘The CCPA reversed the
Patent Office. The Court found that the reference d1d not'

disclose any relationship between white light emission and

the ratio of halogen and mercury. This ‘said the Court,':"
came only from applicants disclosure. Further, ‘the Court

- found that the reference taught away from the use of

applicants claimed ratio. ‘Even though the referencei
taught & broad- range, it suggested that the lower end of
that broad range ‘should be used. Thus, one of ki1l in
the art would not have arrived at the claimed invention’ by'g
routine experimentatlon and the invention was ‘therefore
not obvious. ' This must’ ‘not have been an easy case for’ thew'
Court—however-since there was a disgenting” opinion.” " T
The situation might be different if the claimed
range just touches the range in the reference. ~ In the **
case of In re Malagari, 182 USPQ 549 (CCPA''1974) a process '’

for making steel was claimed. The Pf0cess'differed'from”‘"‘i'

the prior ‘art only in’ the amount ‘0of carbon’” Used” in the
first step. ‘The claimed amount was between 0.03% and
0.07%. Reference A showed a range of"O'UZZ to-O 03%.
Reference B showed 0.02% to 0.035%.  The Court said that

the only possible anticipation rejection would have ‘to be
based on reference ‘A. They suggested that- the fact that

““the claim and the veference shared- aWSPecificmcomm n. pci"t“”*
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might be significant,  Interestingly, they failed to

decide,the,pointQ; They. found that the invention was at :.: . :
least. prima facie obvious over the references and.that the -

applicant.had_failedqto establish that the results that.

were obtained in the claimed range were unexpected. The. - -

~ Court thus avoided the anticipation issue.-

As 1 noted earlier whether there is an inventlon

in the dlscovery of a particular numerical limitation in

an otherwise conventional process is not an easy ques-. . ./

tion.? The case of In re Antonie, 195 USPQ 6.(CCPA 1977)

also involved dissenting opinions. That case involved.a ... .

waste treatment device characterized in.that the ratio of

_ throughpdt to contactor area was specified to be 0.12 .

gal/ftz, -The prior art reference_disclosed no- informa-~»ff;
tion regarding -this ratio. The, Patent Office decided. that -

the optimum ratio would be determined by one skilled in . oo

the art by routine experimentation and the dissenting

Judges agreed. The majority of the Court did- not -agree.. .. . |
Wmmhowever ) They found that the ratio in question was mot ... .- i

known to have any effect -on . the result that the applicant

desired to achieve. Thus it would not have been obvious. ..

. to optimize this feature. ' They. pointed out that in the

U.s.,. "obv10us to try" is not the standard. The question__

is whether the invention 'as a. whole -would have. been - ..
obvious.. The case of In re Yates, 211 USPQ 11&9 (CCpA

1981) confirms this. decision. o : Co
Even if the variable that is optimized is known

to be result effective, optimizing that variable can still .,
produce a patentable invention provxded the result. that is
-»ﬂachieved is: unexpectedly -good.. - -Also;,there,musgﬁpg;wm,fcuememcf
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sufficient. data to. convince: the Court that:. the results for

all of the claimed range. are. unexpectedly good. The case::
of In re Boesch and Slaney, 205 USPQ. 215 (CCPA 1980}

involved a nickel-basedralldya,gltﬁwas.knownathatathe;;;r

vaerﬁof-the,Paramet3r=Nv'had'anAefféct'on-the.fdtmation:ﬁz*

of the '""sigma phase" of the:alloy.":The formation of this -

phase was also known to-liave an adverse effect on the
properties of the alloy. Applicants alleged- that if the
value of N, was 2,35 or less, the sigma phase was

" entirely eliminated. ‘They also 'alléged ‘that 'this was

unexpected-and-that‘thelresﬁltiﬁgﬂﬁroperties5of”the'allby537
were unexpected. . The court :agreed ‘that if this-could be " -
shown, the invention would be patentable, <Unfortunately
for .applicant however, their data'showed only one example "~

of a low*N-falloy=and“this was insufficient to establish °
the unexpected nature of the entire scope of their claimed
invention. 'Applicants-after the appeal might: have: been
able to return to the Patent Office and prov1de the
-.necessary.-additional- sdAE el el g LA it
- That basically covers ‘the ‘patentability reasons"
for numerical limitations in U.S. elaims’ :-However, '

numerical limitations sometimes raise different kinds of .

issues.. Kato-san of Japanese Group Committee No. 1 is -

delivering :a paper:on the present topic from' the Japanese -
point of: view. He Wasfkind“eﬁoughftorsend;me,a)briéf;“"“““
preview of: that paper so'that I might coordinate some of = °
my comments. to that:paper. 'I“wdﬂld‘like tO'addréss'a'few*“"

of the points he. raised from- the poiut ‘of view of a U.8v

practltioner

e
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"Apparently;, there is a difference. between two -
Tokyo High Court decisions dealing with numerical limita-:
- tions in the situation where a"second_epplieetien,is_ﬁiled
before an earlier filed application is published. :-In-one

case, the Court required that there be patentable signifi-
eance_between the numerical limitations of the two claims -

and in the other, required that there only be a clear.
difference in the numerical range.

In a similar situation in the U.S. an interfer- .-

ence would probably be declared. If the claims were

otherwise identical and the numerical ranges overlapped, a:

count would be proposed to both parties. The proposed:
count ‘would have a numerical range that included all of.
both ranges. The parties would attempt to prove priority:

and the winner would have a patent issued to him #dcluding-'

his originally claimed range. The loser would have his
application rejected as being unpatentable over the lost -

count. (see 35 .USC 102(e)) . . :
_If the ranges do not overlap, an interference

“might also be declared. Again, a count might be-auggested

‘which would include both ranges.  However, the parties:

could argue that there is no interference in fact.. 1In
such a .case, the party alleging no. interference in fact::

would have to show that the difference in numerical ranges .-

 between the.two_original-claims-is_patentably signifi-

cant. - The analysis-would be the same as I have previously. .
~ discussed. - Unexpected results for one range in comparison - -

to the. other would probably have to be shown. S
Kato-san also asked how the USPTO would handle_~

~-the-gsituation where-a numerical-limitation.is. further ... ...
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limited by amendment. Would the further limited range
have tO'be'supporﬁed-by'the description in the case as . .
' filed? The answer is yes it would. " In all cases, the
claims must be supported by the specification. However, . .
support can be found anywhere in the application as.
'originally filed. For example, if the only place that the
‘new narrowed-nﬁmerical.limitatibn“appears in the original @~
application is 'in one of the dependent claims, that
" narrowed limitation can still be inserted in the broadest
. independent'claim; Also, ‘the new range might be derived
from the working examples even if the exact range ‘is not '
explicitly disclosed.” R S SR
' There are several cases that illustrate these:
points. ' The problem is-usually discussed in the context =
of the description requirement of 35 USC 112.  The case of
In re Wertheim, 191 USPQ 90 (CCPA 1976) is particularly-"®
 interesting because it shows, as we ‘say in"English, both =
sides of 'the same coin. The invention in that case *

related to a procéss” for the production of freeze dried =~ = i

coffee. “The'claim included many numerical limitations. -
One of the limitations was the percent solids in the

startingftoffee5extrECt:ﬁ WGrtheim'srapp11¢ationrwas sl sy

involved in an interference and he needed to show support:

- for the percent solids:range*in his Swiss priority appli= =«

-cation in order -to be:successful, His Swiss priority

application disclosed 25-60% with specific examples at 36% .
and 50%. Claim 1 recited "at least 35% solids" with no:'

upper limit and claim & reciteéd '35 to 60% solids"."
The Court found that the Swiss. application did

" not_degcribe the invention of'claim. 1 because; without an’
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upper limit, claim 1 included subject matter that was mot .

included in the Swiss application. 'In contrast,'claim.ﬁ-
was described since the entire range of claim 4 was

included in the Swiss disclosure. :The Court said that the:
function of the description requirement. is to ensure that;;
the ‘inventor had possession of the invention as of the. @ .-

‘Swiss filing date. As to. subject matter above 60%., the..

Swiss application did not indicate: that the applicant was

in possession of it.- : .
- There was.also another numerical limitation that -

was inﬁissue.e In one. of the process steps, the. frozen o

coffee was ground into particles. The applicante,_Swiss_:ﬁ

~application.disclosed that the particle size was. prefer-
~ably, and the Court stressed "preferably", within the
range of 0.25 to 2.0mm. The claim recited "atcleast-

- 0.25mm'",- At first this ~appears.to be the same situation..
as claimﬁl ~No.upper limit in the claim but an. upper1

limit in thecSwiss description,-_quever,mthe_Cpurtghad ne -

wtrouble@ingdeciding@;hat;foxexhewparticlewsize;limi;gtigﬂaﬂgemwmwf}.w

the Swiss application .described.the-invention claimed in - .
the U.8. . 1 believe_thatethisecaﬁ‘be“explainedfby:theifgct_gf
that the Swiss'applicetionireferred to the upper limit-as.. ..
being preferred. .Byareferring*to the upper limit as Being;,-
preferred; applicant implied that particle sizes outside: .-

this range could be used but were.not as:advantageous..
Thus;: the U.S. .claim with no. upper . limit was not:beyond
the description of the Swiss-application. - =

One last.case to illustrate another point.f,The:ga.a

case of In re Blaser et al, 194 USPQ 122 (CCPA 1977)

““fnvolved a-eituation where. a;claim numerical limitation.. ... .
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was entirely derived from working: examples. The numerical
range ¢ould not be expressly found in the” applicstlon but
‘could be calculated from working exemples 1-6. Again, the
Court:was: only interested in whether the original: applica-
.tion showed that the applicant was in possession of the'
invention, It 'was not’ necessary for the application to-
“use the exact. words that eventually ended up in.the: claim.
I hope that 1 have given you some insight into
the use of numerical limitations in U.S. claims, As with
any issue that involves practice, there will be exceptions
to what I have said. The practice might even vary
depending on the art that is involved. 1I1f there are any
questions or comments, please feel free to ask. -
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Comperison of 35USC112 with Japanese Patent o
Law Article 36(5) As Applied to Claiming Practice__ .

§ummarz .

'35USC112 requires ¢laims which particularly point out and-
distinctly claim the Applicants subject matter. Article
36(5) requires only indispensable constituent features.
The difference in actual practice.between these statutory.:
stendards frequently causes frustration for the U.S.
‘practitioner. Dispensable féatures which originate’ in his
U.s. claims cause misunderstanding 1n Japan., .

J. JEFFREY HAWLEY

© T Associate Manager
Japanese Palen! Qperations

: : "' Chermicat .. -

EASTMAN KODAK COMPANY
343 State Streel

Rochester, New York 14650
716 722-9211
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My topic today-is the difference-ih<claiming -
practice in the United States and Japan. -I'm not going to
talk -about statistical surveys or. judicial.precedents. .. :
Rather, I intend to talk about the:philosophy and practice
differences that I :have personally observed. It is my -
belief that the lack of understanding of these differences
has caused many of the ''problems' that are often
encountered by-US attorneys in Japan.  These differences

- and“their misunderstanding can also account for the:narrow

claims we sometimes complain about.

v Let-me-say at the outset'that I am talking here

about -prédctice and philosophy.: .You will certainly

remember from your own experience exceptions to what I
will say because no two:people will have thé same
practices --- and certainly not ‘if those two people are
Examiners. = Also, ‘practice depends:on the art that you are
dealing with. Chemical practice seems to be particularly
prone to problems of the 112 type. Even 'so, the
principles-in other art areas should be the same. What I

dogma.
-35 USC 112, second.paragraph states that:
The specification shall conclude with one or
.. more claims particularly pointing out and
distinctly claiming the-subject matter which

the applicant regards as his invention. . = .

Article 36, fifth paragraph states that:. =

"In the ‘¢laim of ‘claims under subsedtion

(2) (iv) there shall be -stated only the ... :

indispensable constituent features of ‘the
invention or inventions described in:the

" ~detailed explanation of the invention.
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Whiie”actual practice under these standards serves to cast
some light on the differences, it is never-the-less clear .
~ that the: standards are different. It should come a8 no-
surprise that a claim written to meet. the requirements of"
one standard might -have trouble when -examined under: -
another. . ' ; : :

Turning to the .practice under 35 USC 112, how.. .. -
‘many.-times in your .career have.you: seen rejections from- .
the USPTO such as: - :

-7 :Claim 1.-is incomplete. The amounts of
.. .components A,B and:C are not set forth. .

Applicant has not ‘enabled one of skill in
- the art to .practice the :invention not having

an X,_(Wheré-xjis a CanentiQnal feature.) -

.+ Claim 1 is broad-enough to encompass ... .
..inoperable. embodiments without the

Claim 1 is indefinite because the
~interrelationship of the parts constituting

the invention are not set forth.

If you have been;practicing*before:thé.USPTO very long,
you probably do -not.get this type of rejection much any
more.  ‘When you firgt write the claim, it is written so as
to neatly avold these rejections without any real
limitations being inserted. . . ' '

oo ABe Iowentsthrough. .the.rejections., .you probably. .. ... ... ...

thought: 6f examples in your own art area. ~To make the
point: -further; let me -take a hypothetical example from the
“art of“photdgraphyl'“The_fi1m~that you: buy.in the store
consistéqpf‘a_photosensitive:silver halide emulsion coated
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on & flexible plastic material called a-“support in this
art. The emulsion-is often‘very complicated having
sometimes ddézens of ‘chemicals dispersed in a binder such
as gelatin. To keep things simple, the invention.:of my
example ig-a simple:coating of-a silver-halide emulsidn
having ‘compound X which unexpectedly increases .the ‘light
sensitivity .or ‘speed.of the“film;: A typical-US:style
claim might read: : i BT

A photographlc ‘element comprising a support
““having thereon a) at léast one )
: photosensitlve-layer-compr1s1ng

" photosensitive silver halide 'in a binder and
B) &'speéd”énhénéing-iéYEr-comprising‘a
*binder'énd‘cbmpound'Xfin-an‘amOUnt

sufficient ‘to ircrease the speed of said-
silver halide layer,  said layers a) and b) .-

being .in reactive association.

Quite a complicated claim fo¥ ‘such’'a/simple invention. -
mComplicated and wordy perhaps but in'a”practiCIE"éenéé*ﬁti"”“
very narrow. Lets look at SOme of the phrases and see why

they are there.- -

"s’upport'-| énd "bindér" “All ‘really -useful photographic:

elements have & ‘support and ‘binder. Therefore, these

are really non-limitations: If you leave ‘them outy

the examiner will'reject the case because’ you didn't':
. enable anyone to make an element withoiut them. After
 awh11e, since they do ‘no real damage, these features
”go in all of your photographlc element clalms.'

sl e vy

18 an anbunt “SUEfLcidnt 6™ This 'f'j}”‘pe S it ELonal T

language ‘neatly avoids rejections regarding ratios -
-amounts’ etc, however does: mnot  exclude anything which '

‘is operable. It again ‘is- really in many s1tuations ar

non= 11m1tat10n.
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"in reactive association'" -This language is used in

the .photographic art.to aveid rejections based on the

‘lack .of interrelationship of features.  There is a
stock paragraph for the specification that explains
:that the 1ayers are arranged so-that all reactants can

.come ‘together and interact when a £ilm is processed.

Again-ugually a non-limitation but necessary to avoid .

a useless office action or appeal.

. In some situations, this same language can be a
-real and necessary limitation. . Take "in an amount
‘sufficient to" for example.. This phrase can be used to
overcome & prior art reference which shows the same
compound used in - a different_amounc,fot a different
 purpose. The phrases I'm referring to are those that tend
tec creep into. our usuai claim format for the sole purpose

of avoiding unnecessary office actions.

.Lets assume that this photographic element claim
is filed in.Japan without alteration. Will there be
.problems? . . .. .

The Japanese examinef will be 1ooking:£or.a claim

that recites ohly indispensable constituent features. In

my opinion these four words represent the biggest
dxfference between US -and Japanese patent practice.-.

‘Misunderstanding of these four words.can cause

Let me. illustrate. If a feature is in a Japanese
clalm even 1f it is a conventional feature, the Japanese
examiner will rightly assume that it is 1nd13pensable to

this invention.  He will then look to the working examplesm_ e

to see what the scope of support -is -for that feature. :
Often he finds only limited support. 1f the feature is
- conventional in that art and does not contribute to the
results on which patentability is based, it will not-be
varied in the examples illustrating the invention.
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_ At one point you have probably asked yourself --
Indispensable in Art 36 means indispensable for what
purpose? - I think we all know that invention in’Japan
includes purpose, constitution and advantageous effect or

'KOKA, Art 36 paragraph 4 tells us so. - The practice is
that only the features necessary to produce the KOKA -~ ~

relied on for patentability are "indispensable’
Conventional features or features which do not contribute
to the new effect are dispensable. Looked at’another way,
features which are not needed to distinguish over the

prlor art should not be in the clalm.

Note what-happehs-ianapaniif'you file an
unaltered US claim. The claim contains all kinds of '
features to meet the US 112 practice. 'These féatures' are,
however, broadly defined. 'The Japanesé examiner can: ndtT"
allow such broad language for indispensable features’ w1th
so little support. You argue, you might even run- '
additional supporting experiments, biit what you are really
doing is fighting battles over features which.den't even

misunderstanding, frustration and narrow claims."-

‘Consider my photographlc illustratlon and the -

followxng Japanese ¢laim:

A photogfaphié-coﬂpoéitibn‘hﬁﬁiﬁgj ag'a

* " speed increasing agént; compound K. © i

"Support"'is gome.  "Binder' is gone. ‘All of the 112

practice verbage is ‘gotie. The battIeIWill*be?fdught“6Vér*
the sufficiéncy'of thé sUpport for'the“term""compdﬁﬁd“x”“*

bel ong“'in ‘the ¢laims in the "firs t ”P'IECE R 'I"he'“result' SRS U AIOCRCI N

"binder' because 1 have only shown* gelatln 1n the worklng

examples.'-:
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Ah but our Japanese agent .should place the claim
in proper Japanese form. Knowing which are the . .-
indispensable features requires a thorough understanding

‘of the art in.general. and of the art most pertinent to ...
that  particular.invention.  Most agents are not instructed
‘to study the:art. in enough detail. to. make this kind of
determination. Further, the. person who wrote the original
case and who possibly has already had a US office action
is in the best position to make this judgment.

' The typical Japanese claim is brief --.sometimes

'alafmingly brief for the skilled US practitioner. Gone
are the carefully,crafted~non-limiting!functional _
statements:;.  gone are: statements to eliminate obviously. -
'iﬁpperable embodiments ;. gone is the  sometimes intricate -
pattern-of antecedent bgsis.LfWhathiswleft are only.
" ipdispensable; congstituent. features. While the claim might
look broad,.the scope.of the ipqispenégblepfegtgres,will_ﬁ
pe;yery,similar;to,the.sgqu¢p£-those“same_feétures in: the
corresponding .US. case.. .

s

One .thing you.are forced to. do in writing.a ...

Japanese style claim is to pin point what you think is
yourTipven;ion.,uThis-alsoimakes,many US practitioners
uncomfortable. They like to build _into their cases:the
possibility of arguing unobviousness based on many
different possible combinations:of.features: whether these
features a;égolﬁwinztheﬁart or not. .Theyfmight want to
argue that it is the specific combination .0f these old

- features that is unobvious.. This way, there is.always..:

refuge if a:fatal reference to their,hroadainvention:is::;

found: during prosecution or litigation. ' However, this .

..technique .dis pokt.as .valuable in .Japan where patentability. |

is based more.on.results than on uncbviousness.. -It.is.:..
much more difficult to build in disclosure of advantageous
~results for every possible permutation of features in the
original case than it is to argue unobviousness of
combining those features if necessary at a later date.
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:Consider -also ‘that there is‘less to lose in"Japan®
by starting with a "broad" claim than there is in the USi" -
Thew is virtually no doctrine of ‘equivalents in‘Japan so
you'lose 'very little by narrowing‘your claims during s
prosecution. ‘Further, by filing a broad c¢laim you can "
eliminate an opportunity for your competitor to easily- "
design around your invention by making a change in a
dispensable: feature just-to.avoid-the literalscope of the

claim.

The difference I have described also-results in: =<
important changes to the Japanese specification ‘in
comparison to the US counterpart. If a feature appears in
the US claim, the US practiticner likes to build a boiler
plate security blanket to support it. A typical
photographic case, for éxample, might contain a page
describing useful supports and another page describing
useful binders. 1In the Japanese case, since these
features do not appear in the claims, all of this
disclosure is unnecessary. As a rule of thumb, if a

never be used to distinguish over the art, it should not

be in the claim and should not be described in any
detail. Remember also that translation costs about 9¢ per
word.

Finally, a brief digression. This presentation

"is basically about the differences between US and Japanese

patent law. However, we also file many of our cases in
the EPO. The EPO examiner likes to see a two part claim.

‘Unlike in Japan, the features known in the art must be in

the claim but are in the preamble. Also, practice is

“"Tiberal in allowing scbpe"fbf“features”in"the”preaﬁblé}“” e

. Thus, in my view, EPO practice falls somewhere between US

practice and Japanese practice. Thus, while it might be
possible to draft a claim which is formally acceptable in
all three offices, in my opinion it is impossible to write
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a-claim that is optimum for all three.- Two -revisions of

the US.case should be made, one for Japan and another for

the EPQ. .This obviously precludes the use of .the PCT -
uriless you remember to. amend:the claims when examination

is requested.. Even:phen,_the_specificat#onawill-be a....

-compromise. -

Ly -1 -hope.that 1-have provided a good meal for
thought. I would like to open up the floor to
discussion. Notice I didn't say questions since questions
imply answers. : Where practice is considered, there are no
answers, only opinions.. .
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IDENTITY OF TRADEMARKS CONSIDERING FROM TRIAL
CASES OF RENEWAL AND CANCELLATION BY NONUSE

»

Japanese Group, Commlttee No 1
“Trademark Subcommittee: :

Yoshiaki Hori, Teijin Limited

Nobutoshi ‘Sakurdi;Toshiba‘:Corporation

Yukio Sasaki, Fujitsu Limited. .

Toshihiro Tanaka, Fujisawa Pharmaceutlcal Co., Ltd.
Nagahlsa Yuasa, ‘NEC Corporatlon

o Speake r: Kazr{)fuku FuruKawa,hard

Abstract ' '
"The obligation to use a reglstered trademark is c
strengthened by the revision of the Trademark 'Law of 1975
and for proving the use of a registered trademark, it -
becomes necessary that there is an identity hetween the.
trademark as actually used and the registered trademark as
registered.
'Trial decision cases made on the identity of these
trademarks were picked up from the official gazettes on
trial decision published from 1980 to 198%, they were

clagsified into the cases of "admitting the identity o e
between the trademark used and the registered trademark :

and the cases of not admitting the identity, and these
cases are further considered in the comparison with the
Examination Standard in the Japanese Patent 0ffice.
Finally, the attentions on the management of trademarks in
relation to identity are stated.
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«1.. Preface. ‘ . . S .

... In the Japanese Trademark lLaw, the obligation:to.use-a. .
registered trademark is strengthened by the-revision:of the
Trademark Law:of 1975 and for:keeping a:trademark right, the -
'ﬁsing:factorS"for‘the:registered trademark-are more strictly. -
f‘required‘than therold law. :That is, for keeping. the:right of 'a
registered trademark, "the use of the registered trademark" .
must be proved since g ' R

(1) the period of duration:of a:trademark right cannot, 'in
principle, be' renewed unless: the fact of using the: registered
trademark within three years before’ the application for renewal
is p;oved-(Trademark'Law,,Anticle:19;“paragraph”2*131and::~
72 +(2¥ the burden: for proof‘minwaltrial:for=the.cancellation
of the trademark-registrationaby-nonuse:of'the;registerede.x.
trademark . (for three consecutive: years}) is ‘imputed to:alperson
demanded’ (the owner of the trademark right). from the demandant
or challenger for ‘the 'trial :in: the. old :law, whereby it becomes
s necessary. for the owner.-of :the trademark right (a persom: .-
;-demandedufor‘thEutriail(Trademark‘Law;fArﬁicle“50§a)t

.o The proof: of: Mthe use of a registered trademark™ ismade | -

by the presentation of: the photographs of :goods in:which the:
trademark is actually usedy the -packages of: goods,  -the articles
of propaganda or advertisement of goods,:catalogs, etc., but - it
is required that there is an identity between the used
embodiment . of the trademark thus:presented 'and the registered

trademark (the trademark specimeniattéchedwtovthewappiication).
For-the judgement of .the "identity, :the eriteria-.of thinking
‘defined by the Paris Convention; ‘Article 5-C(2) is generally
~qconsidered .to :be -a fundamental one internationally-admitted but

the judgement standard differs to some extent :in. each country
by .each trademark -examination :practice-and -also it is

chqns¢4e£edwbh&bybheneﬁane&praehica&ﬁcasesﬁh&ndutOwjudge;@wmgg Y S

N N U MOP U SN o S

AT PEPETEUTER, T TH  Japan T EHE Fe  F FEqUeHt LY T8 eUr problenms "o
the idenbitYibtheen "negiétenedwtrademark"rand;"tnademark‘u:
used" by.-that - sl : TS AN o ;

4 mm;(l).about‘aswondﬁtrademark,ithere;are;ﬁourxkindg-of;~;f;
indicative manners by:three kinds of Japanese languages-(‘'kanji

(Chinese character)', 'hiragana', and 'katakana?’) and.alphabet
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P. 4

and these relations are intermingled between the specimen of a
registered trademark and a trademarkiused or under use, ‘and

o {2Y: for the registration of a-trademark in Japan, the ..
actual use:of:the trademark'is=not'always~required‘as~the
application. factor different from the. trademark application in
>the United:States, and hence the used embodiment of a trademark
at present is not always reflected in the trademark specimen
attached to the application. :

- The trademark subcommittee studied this problem since
about 10'years passed after the revision of the law and
" considerable cases about the disputed point of identity. betuween
a registered ‘trademark -and a ‘trademark used .in a trial for
.cancellation of trademark registration by nonuse and a trial
against a final rejection of a renewal application were
Zpublisheduin-theﬂofficial.gazetteé on: trial decisions.
‘Practically, the ‘case of admitting the use of a registered-
trademark: and the cases :of. not admlttlng ‘the 'use of.:a
registered trademark were .picked up from: such official gazettes
for the reference of  -our:study, and the contents of these cases
were arranged-and classified as attached below after confirming

s trademark by the corresponding trial ‘documents and ‘the : =
s trademark official gazettes. =

2. Cases in 0ff1clal Gazettes about Identity of Reglstered
_.ITrademark and Trademark Used - BRI ‘ '

The attached materials are cases about 1dent1ty between
reglstered trademark and trademark used in

(1) trial decisions in tridls agalnst final reJectlons ‘of
renewal applications and :

(2) “trial "decisions ‘in trials for cancellation by nonuse,

present (Trial Decision-O0fficial-Gazette No. 2571, ‘published "
July 11, 1985}, and these materials are classified gs ‘follows
according: to-the-:classification -of:.the Examinatlion Standard for
‘. Renewal Application-in- the Patent Offide introduced ‘in
“Paragraph 3 below. . : '

_'_1.38_

v plcked up from the trial decision.official -gazettes published
sofrom:i 1980 (Trial -Decision Official:Gazette No. 1778) to ‘the

the embodiments of each trademark used and ‘each registered - TTTTEITTITTY




‘I Trial decision cases admitting the use of. registered

trademark B

1. Mutual alteration between capltal letters and small
::letters.-in Roman letters arranged in a same order. -
- Example) - ABC.4————abe

24 Mutual alteration: between printing type -and:: -
“handwriting type in Roman letters arrarged in'a~same‘order.}

Example} : 7 - <ABC d—smm——ri g'd o

3. . Use -of one element only in.a registered trademark:.
composed of two elements common in ‘sound arrdnged in -two-lines.

-
Example) A BC——— It~
(" I-k=$ =" iz the pronounciation:- of . MABC" expressed

-by the.Japanese. language’'katakana'.)

4. Use of a registered trademark combined with other
word, figure, or mark  (or symbol).: '
- Example) ' . ABC ———— -ABC X¥

5. -Use-in.two lines wof the elements of a registered
‘trademark composed of tna;alements,arranged'in;ong_liﬁe.

ABC

Example) ABC XYZ ————— Xz

B Use- of other-embodiment which does not strikingly

alter or change the embodiment.of a registered trademark.

- II -Trial -decisticn cases not admlttlng the use of
registered - -trademark

1. Mutual alteration between:a trademark expressed by
mRomanLlettersﬂandﬁa”trademankxexpressedmby thiraganat,

katakanatyete T

Example) ABC é———— Tap'- o -

... 2, -Use-of .a part -of .a registered trademark,.
Example) O ABC ——— G
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©L 3. Useofa” strikingly changed embodiment of a registesred
trademark.

In additiom, -the trial decision cases ‘cited:. below include
not only the cases wherein the -identity of '‘a registered
trademark and a trademark used was a disputed point but also
the cases that .trial examiners admitted :an :identity being
clearly self-evident -(inthe above-described two kinds of:.
trials, "whether or not. the use in'question can ‘be the use of
trademark™, “whether or not the use in question is the use on
sggggainciuded=inftne”designaﬁed goods", etc.,-apeialsd
examined -in additionte- %the 1denpitx of trademarks™).

a0 3.ooAbout  Examination -Standard Rglative to. Admission of "Use of

Registered Trademark™ -in ‘Renewal :Application:-of Trademark -

Regigtration

~In the.case of-a renewal-application for :a trademark
registration, whether or not the:registered trademark 'is usged
-must be examined and Hence the Patent Offiée'makes the
Examination Standard relative to the examination thereof open

“to public. The outiline of -the ‘standard’is' ifntroduded below, =

(1) . Case of -admitting. the:use-of registered trademark’

_ 1) About types of letters constituting a registered
trademark. R D o -
(ajn'Muhual alteration among various writing
i:obypes.in-the construction of 'same:-létters
sarranged in a-same-order.
+ Change between various printing type
-(boldface type, antique type, Roman type.
italie type, Japanese language s typefaces
wo{kani)y fete )y ' -
'1'J:;Change be;yeen prlntlng ‘type ‘and”
“2Ys
. Change between capital letter and small
letter-in Roman:letters: (corresponding to
above I-2). ' :
(b) Mutual alteration between vertical writing
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and lateral: writing in the construction of same
letters :arranged 'in g same order. (corresponding
to Case Nos. 30 and:31).

2) Cases of a registered trademark composed of
elements arranged 1n two llnes, etc., (correspondlng to above

Examples shown in the Examination Standard:

R JKF%

CSUN

coo R RS (Talyo )M means Msun',

F!U7“9«/

Q'“?S T% /{/ T - B

*: o0 B F O mand e @13'35 A " cause a same
sound, "doruteron”,
3) - Use of :a.registered trademark .combined with other
word, figure, or mark (corresponding to-above I-1),
~ Cases shown“in.the.Examination Standard:u

g YT MIXLA

*; Use of a registered trademark "™ #ii 7z n

sounding—(sarufe; )mtogether'ww1 th~other—trademark
op o MMIXLAY ., . .

VHE ——*'m:WHDE,@;** |
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ik *4'ﬂ<'g~“‘is.awward meaning "water cooling" and
- R #E 3% " is a general ‘term meaning

"ocompressor".

4) Usé. of an embodiment which does not strikingly
alter or change the embodiment of a registered trademark

'(correspondlng to above I-6).
Examples shown in the Examination Standard:

(2) Case of not admitting the use of a registered
trademark - 1  7 t_;_. '
1) Alteration of letter'fént, ete., of a registered
trademark (corresponding to above II-1).

Examples shown in ‘the*Examination Standard:

=yay,

 HRE —
MéﬁmmﬁJ\ ey
R _".-_B%r",- ““'“/:1'7" and "[-' ') n all sound as
- M"nikko". ' g ‘

2} Use of embodiment which'strikingly alter or
change the embodlment of a registered: trademark (corresponding

to above II 3).
- Practical cases are not shown in the Examination

k., Attentions on Trademark Management in ‘Relation to Identity

of Trademarks -
D' f, C1) As- stated at the beglnnlng, for keeping a trademark
registration, it is necessary that the "registered trademark™

is used and in this respect, whether or not there iz an
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Sidentity in a publicly accepted idea-betweEn a registered
-5Wtrademark and a tfademark used is a problem in préctical work.
Thus, the points to be notieced for the management of trademarks
'will be considered by referring to the attached materials and
the Examination Standard.

i o.nwen 1) First, it must be noticed that if .a trademark ‘is
used by .changing the writing system (Roman -letters, ‘kanji', .
*katakana', !hiragana', ete.,) .of a registered .trademark, it -is
regarded that_there:is~no'identity between the trademark used
and the registered trademark.

In addition, the cases No. 58 and No.-61 are cases that

- the writing system is changed and it.may be considered‘frbmhthe
',aboverdescribed Examination Standard for renewal applications
"that the identity.of the begistered,trademark and-the trademark
.used is denied but they.are considered to beuthe-caéesnthat~the
identity of both the trademarks is admitted and the .. . ;.-
-canceliatipn,oﬂ the registered trademark .is avoided on. .-
considering the-entity of the business transaction.: Thus, . it

is considered to be necessary to study further future cases for
confirming whether or not;tnese:caSes hecome a general standard
which will be applied to furture cases. '
: : '*T-"(Registered trademﬁ%@i‘f_ (Trademark used)

KR KR

¥ It may be seen’that "3.", a part of the
registered thadémérk'is changed to 'kaniit,
"ZM but it was considered in the case that
the=expres§ioﬁ$oféﬂﬁr“~is:a=kindvof~the~‘

Handwriting type of TRanjiv ™ v,

..No. &1... . Buku Buku.

7977 IR L T
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' *:--’ﬂlteratioh'from of 'katakana' " 7 7779 M to
fhiragana"hﬁ <3x< " having the -same sound
“as the former. S s ' R

2) When only a part of a registered trademark is
used, there are the case of admitting the identity and the case
of not admitting the identity. In this case, the identity of
the trademarks 'is judged considering not only the ‘appearances
“ief them :but also ‘each sound and conception causing from the
whole -registered trademark and the partial portion thereof. ™

In regard to the attached cases, the cases of I-3 are’
those admitting an identity. ‘There are many cases but these
cases are-‘almost refering to registered trademarks each”
*TCOnstructedfby'tWO portions, i.e., a Roman letter portion and a
"katakana' ‘portion having the Sound ndturally causing from ‘the
E“Roman=lettér:portion7r;eJ,ttﬁe*cases that two portionsiare '~
-fregafded~as-having-ﬁame sound. “The 'use ‘of only a part of ‘Such
a registered trademark was admitted'to have an identity with’
the registeréd'trademark since it ‘causes a ‘same ‘sdund-as -the -
mwreglstered trademark.i In the poznt of an- identlty in sound
“the ..case No. 12 is- contrary “to ‘the case 63 :

. (Registered tradémark) ' (Tbadéhark5u3éd)”

5, No . 12 TR

No. 63

--]-_.—m

7 f\f”ahﬁqg

These cases are, at a glance, considered to be same in the
point of using a figure portion of a registered trademark
composed of a letter portion and ‘the figure portion. However,
in the case No. 12 admitting an 1dent1ty, the same letter
{word) as the letter (word) outside the figure of the
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registered .trademark appears in the-figure of the trademark
used that is, thé figure portion.of the latter has the same
sound as the outside letter portion of the former. On the
other hand, the case No. 83 can be said to. be not admitted to
whave identity since no particular sound as the letter portion

c.0f the.registered trademark is caused from the figure portion

of .the trademark used. . ‘ e
7 .:3).. Whether or not the nse of .a trademark is: a
;striking alteration of the embodiment of the registered. .
trademark is judged on each practical -case but . in general, the
_'use of:a-registered‘trademark.combined,with other letter, . -
figure, mark, etc.; is;regandedgas¥having;identity;with;the,
registered-trademark-but a partial -use of :a registered .-
:trademark must -be -practiced with -care. BRI . SEUREET
About the extent of changing a registered. trademark ~the
cases No. 53 (admitted) and .No.-64 (not admitted) are:
:_conSLdered to be. instructive..: .~ e R R
(Registered. trademark) . .(Trademark .used) :

No . 53 B
#rwInrtherease Nor i reachtrademark {s7a"

depietion.of a fireplace. but the : .

composition of the depiction considerably
.differs from each other and hence it is

considered that whether or.not there is an

~identity between the figure of the::
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~trademark used and the registered
"~ = trademark. E R

I
i
; .
8
3
I
X
%
1
2

In ‘addition, with respect to a use ofa registered . -
trademark with other letter, figure, mark, etc. all cases were
admitted Eo have an-identity with each registered trademark -and
there were no cases of not admitting the ‘identity. In this
respect,” however, when 'the addition of, for example, other
letter or word to a registered trademark causes an alteration

~’af the whole conception and the sound of the registered"
trademark to the extént that the prineipal part having a
function of distinguishing the trademark from others becomes
different from that of the registered trademark, it is
generally indicated that the identity ‘and “hence ‘such ' a use of a
registered-trademark -must be- made with care, ... i o

Also, it must be noticed that the identity of trademarks
is, as a matter of course, judged from not only the ‘appearance
but ‘also the sound and the conception as well as the practical
work of buisiness trasaction.

(2) "Considering from the above described ldentlty of

Mﬁrademarksjwﬁhe following matters are required in the relation
between a registered trademark and a trademark used for
_properly keeplng the .trademark registratlon.

1) in the case of filing a trademark application,
the apﬁllcat1on is filed in an embodiment in c¢lose touch with

an_actually used embodiment, and

2) when an embodimeﬁtqof'a registered trademark is
changed in a trademark for actual‘buisiness, the changed is
made in the range securing the identity with the pegistered

trademark as shown in the attachadfmaterials and the above-
described Examination 8 ~dard. However, in the case of

practically using a reglstered trademark, a con31derably ~
changed:use of the-registered trademark may be consxdered fromumwnm
a buisiness view point or the effects of propaganda and -
wadvertisement .. - : .

73} :‘When the extent of changihg a registered
wiitrademark is over the range shown in the attached materials and
the Examination Standard, :it'is advisable to file a new
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trademark application.

In regard to filing of the new trademark application,
there is an assicliated trademark registration system and if a
trademark similar to. a previous registaréd,trademark is
registered as the associated trademark, even when the. previous

registered trademark is in nonuse, the previous registered

trademark can be effectively kapp‘by_showing_the.use_of-the

‘associated trademark registered thereafter. Therefore, when a

previous registered trademark is used as a greatly changed

. embodiment, it is better to obtain the registration about the

uchanged embodlment by early flllng the trademark appllcatlon on

;the embodlment as..an -association trademark {in addition, it

must be notlced that for obtaining such benefit of the: above-
described assoclated trademark system, the assoclated ‘trademark
is required to be registered or the benefit thereof cannot be
obtained if the application thereof is pending).

.::5,_ In concluslon

_for forelgners slnce there are cases about trademarks composedw,wwmmwg;mmu.

Although the attached materlals may, be hard to understand

of "the Japanese language and circumstances specific .to .Japan
are involved in many cases, these,matgrlals ‘may -be .considered
to be understood to some extent at least about the comparison
in externai;appeananca_of a registered trademark .and a
tfademark used;,_Also,,since embodiments of -each registered

_ﬂv;ragemagk,aqd_tgademankuusedwapgwnqt,always;shown:inuthe trial
:QQegision officia1.gazettes,_these,embodiments~of'registered
: trademarks and trademarks used were comparatively shown. in the
— attached materlals after confirming them by the trademark

:offlclal gazettes and the trial documents stocked in the Patent
. Office and we shall be happy if they are of .any service to you

for keeping trademark registrations.in.Japan.. .. oo~ sxs -

1§:  Notea'

*1: The Trademark Law, Article 19, Paragraph 2
. The term of a trademark right may be renewed by
. applicatlon for reglstratlon of. renewal.. : Provided,

however, that this.shall not apply:.. . =

—147—




P. 14

(i) where the registered trademark has become'af'
“‘trademark falling under Sectlon M(l)(l) to (111)
(v) y(vii) or (xvi).

~  (ii) where neigher thé owner of the trademark‘right

“nor the oWwner of a right of exclusive use nor the owner of
©aright of non-exclusive use has used ‘the registered

L0 trademark (or, if there is another reglstered trademark

which is an associated’ trademark w1th respect to ‘the "
'reglstered trademark, the reg;stered trademark or such -

' other registered trademark) on any 'item of the designated
““goods in Japan withih'three years prior to the filing of
the application for reglstrat1on of renewal (or prior to
‘the explratlon ‘of the time limit prescrlbed 1n Sectlon
"20(2) if Sectlon 20 (3) is appllcable) o

%#2: The Trademark Law;*Articie 507 ,
(1) Where neither the owner of the trademark right
nor the owner of a right of exclusive use nor the owner of
“‘a right of non-exclusive ‘use has been econtinuously using,
inc Japan for three years or more, the" reglstered trademark

“ demanded for ‘the cancellation of registration of the‘
- trademark with respect ‘to such designated goods.”

: (2) In the case where a trial under the precedlng
‘"subsection has been demanded unless the defendant’ can
prove that ‘either the owner ‘of the trademark rlght or the
owner of a right of ‘exclusive use or the owner of a rlght

" of non-~exclusive use has used in Japan within’ ‘three years

Z'prior to the reglstratlon of ‘the demand for the’ trlal the
reglstered ‘trade mark (or if there is another reglstered

" trademark which is an’ associated trademark with’ reepect to
.the registered trademark the reglstered trademark or sueh

other registered trademark) on any item of the designated B

goods to which the demand referred to relates, ‘the- ‘owner
of the trademark ‘shall not avert the eancellation of the
*'régistered”hrademark-for”ﬁhe‘desigaated:goods} However,
this ‘shall not ‘apply where thé defendant justifies that

there is a legitimaté reason for‘the failure to use the
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there is a legitimate reason for the failure to: use’ the Rt
registered trademark on the d931gnated goods. :

*¥3: Paris Convention, Article:5-C(2}):

- The-use of a trademark by the proprirtor in-a form CE

dlfferlng in elements which do not alter ‘the dlstlnctlve

"character of the mark in the form in: whlch it was

registered  in one of the countries of the Unlon, shall not

. entail lnvalldatlon of the reglstratlon and shall not

diminish the rotectlon granteduto the mark.

- *1 ori *2 S Clted from the translatlon by the Japanese
1 Group OfAIPPI

- ®3 : Cited from Paris Convention ILiEBOﬁ Text )}
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7. List of Casas

-

1. 'Mutual alteration between capital lezcers and small letsere in

|
1
!
f
I. Trial decision cases agmitting the use ¢f recistered trademaxk - t
J
Roman letters arranged in a same prder. - ]

N Registered Trademark rragemark Used _ ey ot tuns | s s :
ne- {Régistration No.) Trademark Us S L T

=

| (525562)

'11-t1707 '
o 4 ieqy| Cancel.

-

'TT-13058
ran. 12, *42) Cancel.

=s.'sw'e'.‘a_ CRAFT

- MORCARITE

"80-9617 w
thpr. 28, *u3y Repewal

e (312861)
|3 |
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2. Mutual-alteration between printing type and’

Txia

-

in Roman letterstaxvranged in 2 same-drdexr. -

decisicn cases: adinitiing the use cf recistéred trzdem

© 'Registered Trademark

© Gantaitetsen

(551665)

———e

Nc, A Trademark Used gl
{(Rezistration No.} ) : e

4 m-wsst |panawal

pu— tiam. 2, *01) :




—

Trizl ceclision cases admitiing the use ©f regiszered trademark ;

2. Use of one eiemeni enlv in.a recistered trademark composecd of

tWe elements cocmmen  in sound arranged in two:lines.

... Registered Trademark . PR B O ST PR VRN TeTer
Ho. - - 2R . O Trademark Used D & Eha | owaaer orcure
' [Reciscragicn No,) Co ]

ToWin | @ ~
/ ,f-/ t‘g_{e L el C'anf:g.%.

(FAAINDS @

(568674) " © (TSU~I-N)

7*

8 )Y

* T34k
3ep. 17, | Caacel.

v JL-

itszz;157)

- Vre-aTTa
‘. isep. 11, *m| Cancel.

| ANCHOR _
| Prh- i I Syl

i .=', ) B o=
== T s 0

© (289,490)
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3.

Lal declsicn cases admitting thée use cf registered trademark

‘Use .ci one element cnlv in.a recistered tradémark composec o

two elements. cemmon in

sound .grranged irn two linest

  X¥j;4} 

SKINMATE

;(822,014).

. . . 2 —_t . . R R o TTias L Cance.lanisn
Nod o Recistered Trademark meademark Used : s T | e
I {Pesistration Ne.) TR SRR et B

1 s .
Tlmee. 13, v Cancgl.

~ MER 0 -

=T H
mes. 18, "31| Cancel.

(599067)
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I. Trial €eclizicn cases admitting the use .0f registered trademark
2. Use of one elemeni only in a registered trademark composed of
twe elements common in sound -arranged in two. lines.
i. Recisterad T 5 P ATrai b Cancunlitiar
. =5iergd Tragemarx N - -
Ne b z et ) . Trademark Used Bare o2 TWude | wtns samune
< i {Fegiscrarien No,) s Beenaracs ~
. 'M:unn-.l_...
L A ¢ .-, 17816390
10 g7t 2, ver. 19, ‘uy Cancel.
(853324) T —
— (KU-RI-¥2)
N *¥l-11008
11 aa. 12, mj C2CDEL.
(442875)
[ — .V_.,'..__‘__.h'w“_'_--’-
- - PE P
npe. 17, ~am|- Cancel.
12 o
i SCHMETZ
(397809)

—154—




rial deci the ‘use -¢Ff “trademark

h

‘recistere

3. . Use ci cne element only in a-registered "trademark cdm?ésé&“of

two elements common in sound

arranged in:two-lines,

Registered Trademark

Canralistier |

Moy (Registrazien No.) 'r:.-adma;}: us.e'?i.f‘ i:::::“ e B
i
- : .f‘J;if‘i ; - i
13 4"'\32‘ YIX - mur T | Renewal
SPASMEX =]
— e m———— C e —— \A . . .
- ! (SU-PA-SU-ME-KU-SU)
(B44407) : At
14 : / s T ;CZ. ir . .
—! HAT-TRICK rats ”Ckg faT2 el cancer,
e : . : TR-'«'NN"_i__sgrs_h_'_ __.
: u;:f';‘?m. C.anc:el-' ’
(5 1 7919)
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Trial decisicn cases admitting

...Use of one element only . in-a.

two elements commen in sownd

the:;use. ¢l registered-

trademark’

reclistered Lrademark composed cf

5
arrangec in two lines.

.. Registered Tradesark

(Régistration Nei) "

Trademark Used

TEea, M.,

| a2 LA

Ganca Llstior
wrmar ety
e

16,

T

(863545)

B i1t R

~jres. 17, ‘am

Cancel.

17

:'iifé--'— . T .
. H . ——k
i By =A%gs
. I' for L
- . b=
o327 !
g i
- =
' 2 i

——

3(392610)~””
lFu-ma-Ki-RA) -

JL S

g6 - L1 L TP R ’
EE-ARAHR

U (FU-MA=KI-RA)

LT T
ther. I8, 'O

Renewal
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T. Trizl-decisienicases-admifting the use ©F regiftteres crademari
3. 'Use cf one element ¢nly in & registered ‘trademark composad cf |
elements common in sound.arranged in twe ‘lines. :

e i s e N i S s e ] camanesane
1 No;.! . R‘:E:;:;:e: ;—__";:‘1:'"-":‘-;’- T ezt rademark Used . .. 0.5 & Tolan | wats e
: : Registracior . I

“| sesieaers [ 21 .

: x1amie . ]

T FE
_ S CHOJIYA
S 18

"ne-i7772 .
wea, 2. anjRenewal

. (CHO-J1~YA)

. : }\-5:&:/ B
S . 19 N t’i “g ;}fl/

M-I :
re. 73, s RETIEWAL

(548792}

" (BA-RA-MI-N)

'(BA-RA-MI—N‘) '

e L. B
I 7 ¥ 70

—— ey adF

L/ﬁf&f

‘20

"MletIn7
un, 20, +sqgRENEWAL

med

E '.‘E"Fu?im:}j;goi-... L

(E=FU=S EO~PU—RGjomrn
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~. Trzial declsien casss admniizing t':n use oI recistered =rademerk
4. Use ol & registered trademark combined with other wcrd, .
figure, or mark (or swvmbel).
‘No Recistersd Trademark et 1 Canceecias
e - (Registra=ien Now) - - Trademark Used "-;;:»f
=
nTA7 HAWAIIAN.
‘ : - . . M@mz- .
31 C eTATL TAAS YA meer 12 2 Cancel.
(573321)
(EA—viA—I -A—N)
; ' |
: b4 . o r e T Z -
2 ANG 7 -;fl?q_w‘!? #25_ i, | Cancel.
(1273218) (QE_“U_T;I'(;}
. . . T . = :
Al e NEANGY -+
| Y- Smoke Sausage: . | |
3| TFISTT-TYED | cancel.
(562016) — - :
(FU—-A—N—SHI)
16130 i
. . - e R Cancel
jj'-D (T & ) -
i, - - NN e
(0-BA-Y0-U) (o-HA-YO}U)
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" I. Trial'decisjon’cases aénitting the use ¢ recis-ered zrzdemark
4. Use cf a regiscered itrademark combined with cther werd,

ficure, or mark (or symbocli)..

stered Trademark .

No T Reci . ST Ganceitatine
. - - AT e wraar foreua
: (Registracicn Ne.) | Trademark Usec B inihien

“Th=RI4

.25 | 7@‘@‘ = z;i-; gse7 .. fwwr s ‘e | Cancel.
. (568945) ___ - ?Zﬁ“cjzgz B L —- _

(TA-N-CHI-YO)

{TA~N-CHI-YO)

=

L s61207) .

P L5555 i
woy- 26, .' B0} Cancel.

26

LA |

,ofs“ .
27 ' L
f 0PAL

. 132 :
S Pt i Ca.ncell.

{522167) . .

(637678) | (DA-1-PU-RA)

j (DA-I~PU-RA)
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red trademark

cases acmitzing the use of recist

I. Trial cecisicn ém
4. Use cf a registered tvademark combined with. oiher worgd,
ficure, or mark (or svmbol). .
o' | Registered Trademark N o Cascntiacian
R (Recigstratien No.) . Treceme.:k Used | renens g
™ rl'il"'\ﬂ ) W
L AIPLA
b;:ari‘mﬂn Bfﬂ.t’ F=N
' . “0=10525
29 . wrea. 27, ‘| Cancel,

30
(386805)
. PU-RI-MA) |

"T-1a010
thay L, twa}

Cancel.

T

Ve
. 7 o o |
: 1 )V l.i::-:f"'uu Cancel.
(471864) {RI-N-KU-RU)
 {RI-N-KU-RU) T

Ll = c.‘-— 3 -y G o

FLE 2V EP IELSTFITLE

.;:‘;‘";, Cance"_;.

(TE-RE-BI)

(TE-RE-BL)

EE] BT (R
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I. Trial decision cases admitiing the use ‘o ‘recitterdé trademark -
4., Use of a2 recistered trademark combineé with cther werd, =~

figure, or mark {or svmbol}.

- Registered Trademark

" {Registration No.) Trademark Usec

L .t
“| sesciians

FRESH

33

TN :
tan. 8. #n | Cancel.

oy | 3

o (911550)

"IO-18178 . Canc:e.l’j'. E

V V . 7 Dec. 2, -
. (BE-I-II-A-N) ! 1
N ] mo:-ﬁ;“?m Cancel.
e ) '_ R e ;

(1166205)

]
;
:
|
i
3
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z Txlal dacision cases admitiing the uge ¢ recistered zrademark 5'
4. Use ¢l & registered .trademari combined with:other word,
figure, or mark (or svmbol),
Registersd Trademark L S R o Bl B
No.l - T > Trade=ark iRas &2 WS REReube
< DR (Re‘;-‘!-_s-‘.:':a?..‘.cn NG-’ agesal k USEG_ - ELLTEL L Boneus.
Z : .
X —"
WTV} | | {
™ LVE LA iy
T ' w110 | penewal
¥ (earass) TP o
' (U-0-CHO-2U)
{U-0—CB0~ZU) B
D .y o
NS hr 24
: nsx oo i
. py— = o | VST Cancel
7. - N o MRaesL I 1
“— N B e eramaanr = b T [
{702327) N I ey : ' '
" (BA-RA-Ko-N) B TR
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™

iel decisicn cases -admiviing

4. Use of a registere

[+

trademark combined with?

figure, c¢r mark (er

No. Recisteredé Tracdemark

(Registraticn Ne.)

. L = “tasca_lazier
Tradenark Used. . oo ] Beafiira
N S —

A VAGE
e DA DL T .
s v raegs

AwspeRorran

-

- Cancel,
I IBnER pn ;
. u‘;z . am"“ - Ihel. FE ]

567301 e an g

(HA-~I-KE-MI)

{HA-I-KE-MI)

| 'ALMELEC

2 ALUMINIUM
"_LES CABLE
CONDUCTEURS

EN .. s 8212 -
ALMELEC™

I ek Renewa.].v
(E31562}) S

40,

+=1105 Ca.nCEl.

. -] .. | (MO"MI-JI-DO-HO-N-PO)

A511,096),

: s 35,

 (MO-MI-3I-DO~HO-N-PO)
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9
ig
b
1]
'
[}
1
1]
FES
[
i
)
vt
0
fr
n
m
in
i
T
i
I
it
1
)
k]
(131
o
i
m
]
in
ih
o
!.[n
1
w
"]
.
n
]
0
Al
L]
™
r
ty
o
{3
(]
&
I
A
w

Use ¢ & registerec.trademark combined. with ‘cther werd,

ficure, or mark f{or svmbol).

No.| -

Registerecé Trademark
{Registrazicn Ne.) °

Trademark Used .

. Caneal azzes

whtnr faneyar |

SaReal

41.

P ]

I-Z%

(644587)

(E-SU)

b Sk

tray 1L, "843

Cancel,.

© . (474334)

{(RA-TTO-N)

Swky

(RA-TTO-N)

“Bi=2550

v &, "B)

43.

(1350851):. .

(SA-KU-RE~TO}

—— -

—L~bg

. {SA-KU-RE-TO) ' .

0715307

an. 16, 84)

a4

P
%

(321154)

(m—ném—u)

.Tlé)u fié;.
).

(RA-N~MA-N)

tme=1 918

e, 5. wn

Renewal
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e
S

[=%

miTTing ctheruse of reyistered trademerk

gemark combined. with cther weré,

ﬁa5 .. .Recistereé Trademark

(Registration Ne.) o

Trademark Used 7

Cteesaenr o

"Canes Listann

et dapeuse §

[Rr oy

45.

(477539)

(NO-PI-TA}

S
l
t‘

P

“(io-P I-m_)_”

1 Ltk ]

(Jarn,. 38, "H}

Cancel
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£. Use in twe lines cf therelementes ¢ & registered trzdemark
e

compesad o th

B : - . Bamulatier.
;| . Register Trademar . b

No.) - -R~_:r- -eYec. ~ra * Trademarx Used e
A R {Registration No.!} :

46 Renewal

VICTORIA- CROSS o \/rc.Ter\ | e
IR | CRDSS

(822143}

DANE

a2
COLONIALDAMES

=309 X
.Cances,
irex. 25, i :
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ol
n
18

€. Use ci.cther exmbodiment which does no ikincly glzer-cr .-

chenge the embodimeni ¢l z-registered’ trademarkl .

], ... Rec.sterad Tradema~=) . : Thtmnt Tizan M| Caaey uaty
Ne. | 0= s...e ec T acemaxy ~Trademark Used . iDare €f TTzan “"".:"'::'
¢ [Reciscration Re.) . foe o eerarem oo

48. CancéL

.{884051)

(MO-RI-MI-TSU)

'T-1306

TAVELIN | SAVELIRS o

K e e P '(7969 23y

;utsnjracz
I4F4-1-2 | {5

! w}e!'—' 5. cance},

50:

(763028)

—167—




E
B
t_

ST Trialogecisicn-ceseg: afmizzine the us2iel recistered trafemarki

6. Usa.of gther exmboldiment which does not strikin

change the embcocdiment.cf.a registerad itrsdemar

i -|~..-Registered Trademark ) : g IR
Ne..| - AR b Trademark (Used . vt gty I

{Segistraticn No.) bukema

/‘Lf . .‘:Ti-_IIA! Cance:l'

5t.

' (968780)

| =
. COsY

- e | cancel-|
an. 28, faB o —-e

sz.

© (880793)

53.1

‘o3l | panayal’ B
Igap. 24, B3 ;

vl b (§3FFETY
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ecisicn cased afmitting ‘the L=e ¢

€., Use o other emtSodiment which ‘doe:s net €irikincly-alzer or =

chance the embodiment of & registered ‘tridemark:

- Registered Trademark. .; |. e - : -
LT SamEs R £ P . - Trazdemark Used

Nc.-‘ {Registraticn Ne.)

TR
S e SR
= ¥E JL’_.L A ! FER
. LT

3<; Lok

:t
n

£

(954972)

. (KU-RO-ME-TSU)
{KU=-RO-MA-TSU) :

*
&
»

ol

~esalsiian

Cancel |

5. . _7}(7

“01-13%2

6. Renewal

thpr. 12, B3]

(879191

- {FU-MA-KI-RA-JET)
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Z. Trigl decision

€. Uss ¢f cther

change

exbocdimenz which does agt

the exmbodiment of a reciste

Lh]

Ne,

Aug. !, "B

CT
Teads M. o | Caneniiscion
| idete e Tria. WEEr eReure
Zegieimns (XS
M=
° Renewal

58.

|toes. 13, ng

'HC-9431

Reneﬁa.l
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€.  Use ¢l cther embcodimernt which .does not

chance the embodiment .ci a2 registered trademaxk.

No. Rec.stered Trademark
- (Registration No.)

Tradenark Useg .

i Cancaliazier
wimar ar-usr
habra

(483085 _

"H-BEF

tdan. &, "B,

Canc e:l‘

HU Ry
SUNSHINE

e 60. e e

SunShine

61.

(1014696)

i (BU‘KU"BiJ*KU)

] omms 'Cance‘:l_“
. 14, -u:t
(12§3é.2_8)

I — : I :
Bl Bk | e
i _ WLB<FwFy

F7TF7 : e .

: o - cancel;

: ay 10, 79 ;




‘Rhegzstered Trademark
..{Regisxzrazicn Ne.)

| Trzdemark Used

54 =

(1155057)

{GA~0=5L)

0 4~ 10

GAOS

L BT
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TamgeLienieT
SARAE Serousd-
L L

“Re¢istéred Tradesark
.. {Registration No.)

Cancel |

- {693888)

 (KI-N-MO-N-SE-I-K0-0)

. i ;
: i
1 ;
! .
i
¥
! z ; :
!
! 1l
!
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IX. . Trigl cdecislicn cases not admitiinc the use ¢I .registered.trademaxk. .

3. Use of z strikingly changed embodiment cf & registered trademark.

Nc.| '™

Registered Trademark . . N Sumcactazion
" . Trademary Used Caaer onvure
LFY T

{Recistration No.)

&4,

b

Y
i

:}

B
i

T eeriIi. (EE

1082 Cancel

e

(NI~-PPR-TSU)

\== “/

(s vy

{NI-PPA~TSI)

. N L,
o134 Renewal

Jus. 36, 22

66.

FLE LI-F

. {DO-RE-MI-RECORD)

{(DO-RE-MI-PHONE)

Renew?al
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Iz net adnmictine the use ¢ registered trademark
3 changed enmbodiment ¢f & red trademark,
Registered Tracdemnark
Ne. nes —erecd : acena

Trademzxk Used

67.

(769457)

{MI-FR~WA) o

"TI-853%

thaz. 2&. '8

Cancel

68

- STINGRAY LOOK

o

e A YER,

{1045679)

WILTX

foe=., 2, ‘B4

‘Cancel;
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NEW PTO RULES ON ADMISSION TO PRACTICE AND"
DISCIPLINARY PROCEEDINGS - A SURVEY o

- -FREDERTCK W. PADDEN "~~~
GENERAL ATTORNEY .
AT & T BELL LABORATORIES |
NAPERVILLE, ILLINOIS
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NEW PTO RULES ON-ADMISSTON TOZPRACTICE AND
DISCIPLINARY PROCEEDINGS —-A SURVEY "

Abstract

The Unlted States Patent and Trademark 0ff1ce (PTO) 1n early
1985 adopted new rules relatlng to admlss1on to practzce and
the conduct of d15c1p11nary proceedlnqs. The new rules set

out a PTO Code of Profe551ona1 Responsxbllxty (PTO Code)

Fourvprincipal areasiof the new'riles are surveyed

including:

{1) Appolntment and dutles of a
_ Dlrector of Enrollment and Dlsc1pl1ne, and
separate Commlttees on Enrollment and on

Dlsc1p11ne,

“12)"PetsOns'entitled“to'practicé“before'the“Pro;;f
(3) The BTO Code; and:

_tjdlcilneesthatlonsﬂof P0551b1e iwjlﬁ .

o .:v1olatlons of the PTO Code,ﬁthe proceedlngs.on'
td15c1p11ne, and guldance for ind1viduals to work‘
d1n the patent and trademark flelds dur1ng per1ods
:of suspens1on or exc1u51on, and for seeklng o

re1nstatement.
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NEW PTO RULES: ON ADMISSION TO PRACTICE AND
DISCIPLINARY PROCEEDINGS '— A SURVEY '

On March 8, 1985 and April,d,;lQESJ new rules went into

effect governing practlce by attorneys and agents before the

Unlted States Patent and Trademark Office (PTO). These rules
clarify and modernize the rules relating to admiss1on to |
practice and the conduct of dxsc1p11nary cases.: The rules.'
set forth a PTO Code of Professxonal Respon51b1l1ty. The:'t
intent of the rules. is to regulate.conduct.-of practitioners
to the extent necessary for the accomplishment of federal -
.objectives. Therefore, only that conduct which is relevant
to the practice of patent, trademark or other law before
the PTO is what the PTO seeks to regulate. In 1ssu1nq the
rules, the PTO has made every effort to minimize preemption

of. State control over the practice of 1aw.

requirements for administrative agencies~inwthe;
United States and after publications of three ver51ons of
proposed rules followed by comments from 1ndiv1dual state
governments, the American Bar Association, American

Intellectual Property Law Association, federal and state bar

assocxations, and 1ndividua1 practltloners and busxnesses,

public hearxngs:-and amendments to its proposed rules in

light of the received comments.
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An overview analysis of procedures leading to=the adoption
of the flnal rules and of v1ews from the bar on the rules
.are presented in the Journal of the Patent and Trademark
Office Society in an art1c1e by Jerry D. Vo1ght entltled,r_

"The NeW'Pateﬁt"and'TradémarkfOfffée'DisoiplinarY~Ru1es -

Some Views From ‘the Bar", Volume 67, Né. 4; pages 162-178.
See also ‘the August 1935 Réport of ‘the American Bar
. Association Committee No. 502, Ethics and Professional

Responsibility, pages 272-276,

- The rules are set forth 1n a new Part 10 of T1tle 37 of the
‘Code of Federal Regulatlons, entltled “Representatlon of
Othérs Beforé the Patent ‘and Trademark Office". ' 'They are

directed to four principal areas:

1. Introductory sect1ons settlnq forth def1n1t1ons, and

and Dlsc1p11ne, and separate Comm1ttees on Enrollment

land on Dlsc1p11ne (Sectlons 10 1 through 10 4).P
2.7 Rules for-attorneys and-agents‘entitled“to practice
“ before the PTO in pateént; trademark) and non<patent

cases (Sections 10.5 through®10.19).

3. The PTO Code of Professional Responsibility (PTO Code).

(Sections 10.20 through 10.29); and

—179—
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A, "Rules directed .to: -

a. _Investlgat1on of poss1b1e v1olat10ns of the PTO -

"Code of Professxonal Respon51b111ty,

_/Disciplinary.proceedings to exonerate or to.. .. .

‘reprimand, suspend, .or.exclude (disbar).

~individuals from-practicing.before:the PTO who, .. .
-~-after.notice and opportunity for a.hearing,.are. :
found to have violated-a discipliha[y-rule:Qf,ﬁheg

”_PTO Code of Professional Respons1billty (Sectlons '

”10 130 through 10 157), and o

-waC-&.Guidancetfor;individhalsaonew¢rkinq;1n;therpatentm

and trademark fields during’ the period of
suspens1on and exc1u51on and for seeklnq

-relnstatement (Sectlons 158 through 10 160)

g S o i o A e s e e s e i e foaragin R e e e P et b ot e et et ST

FWEA c0py of the PTO s Flnal Rules on AdmlSSloﬁ to:
Pract1ce, the Conduct of Dlsc1p11nary Proceedlngs, the

....Code of Professional.Responsibility, and.-the.PTO's -

'* d§tai1?drana1ysisa9f_the rule-making:procedure_and

comments_are:attacheg,h

§
1
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Introductory And PTO:CodeRules

3While;themintroductoryﬁrules,areunewt"the:ruJeSSF
éoverniﬁgfindivdﬁuals3ehtitledfto“practicé'beforéithef
.ﬁTOLIsectidns”lbgls¥10flgf generally correspond’ to- the
priorly effective ruleé with one significaﬁt3né§"'
requlrement in Sect1on 10 18 related to the 51gn1ng of
:papers f11ed by pract1t1oners 1n the PTO.. Thp;ﬂ‘,_
"requlrement is that every paper flled by a N .
pract1t1oner represent:ng an applzcant or party té é f
proceedlnq 1n the Offlce must bear the 51gnature of
~and be personally sxgned by such practltloner gxgepp
those papep§,yh;9h_arg,qggg;rggﬁyo besslgpeé bya;hg {
applican? or party. The signature ,_P_f.qv;.i.si.es._ an . .

1dent1f1ab1e 1nd1v1dua1 who 1s responsxble and T

r compllance w1t

: certlflcatlons of Sectlon 10 18 The cert1f1cat1ons
are that.
1. The pgper has been read by the practitioner;
2. ‘The’ paper's filing ‘is’ authorized;
3. To the best of hls or her knowledge, 1nformat10n
and be11ef, there is good ground to support the

paper, including :any.allegationsofi improper.

T':cdhduct'céntéinéd“of éllﬁéed tﬁéféin} and
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4. It is not interposed for delay. -

Any practitioner knowingly wviolating the provisions .of

Section.10.18 is subject to- disciplinary action . -

- (Section 10.18(b)). See also Section 10.23(c) (15). of

the PTO Code.

The PTO Code of Profess1onal Respon51bi1ity con51sts.
of nine canons,‘or broad general statements of ethlcal
pr1n01p1es and 39 spec1f1c d15c1p11nary rules whlch o
“are mandatory in character and state the m1n1mum o
1evel of conduct below whlch no pract1tloner oan fall
without being subjected to disciplinary action = .
(Section 10 20(b)). “That Code is"éssehtia11y
patterned prec1se1y after the old American Bar
Assoc1at10n (ABA) Model Code of Profe551onal

Responslb111ty (ABA Code) instead of the newer ABA

Model Rules of Profe551onal Conduct (Model Rules)

adopted by the ABA on Augqust 2, 1983.

Certaln of the d1sc1p11nary rules 1nvite spec1a1

‘comment, For example,. Section 10.23(b) contains a -

list of pract1t1oner 'shall nots™. Specifically, a

'pract1tloner shall not- '

l..» Violate .a Disciplinary Rule, =

Y G R T U D R bz b e e

2. C1rcumvent”a Dzsclpllnary Rule through actlons
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"of another.”

3. Engage in illega1 coQ§uct involving moral

turpitude.

4. Engage in conduct involving dishonesty, fraud,

deceit, or misrepresentation.

5. Engage in conduct that'is prejudicial tc the

administration of “justice.

.8+ Engage in any other conduct that adversely
‘reflects on the practitioner's fitness to

“practice before the Dffice.

The breadth of those prov151op$ subject a practitioner

to dxsc1p11narv proceedlnqs even for conduct whlch had

nothxng to do wlth actual practlce before the PTO{

Sections 10.24 and 10.85 concerning disclosure-of " %
- information‘require-specialattéention by

practitionérs. =

"Sectxon 10 24 governs the d1sclosure‘of informatlon to
author1t1es. It requlres a practltioner possessing
nonpfiviiégéd"kn0w1edgetdfra violétiqn'df”a
disciplinary rUIEvtb*tépdrt“suéh5knbwleagé*t65théiJ

Dlrector of Enrollment and Discxpllne (Sectxon"'””f7

“fnlﬂ 24(a)).
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Section 10.85(b) (1}, on the other hand;-can. place
practltloners in an untenable p051tlon on 1nformat10n
d1sclosure. It prov1des-' A practltxoner who receives

information clearly establishing that:

1:‘ A cllent has,:iﬁ'éﬁé'céﬁréé”éfﬂéhé;
representatlon, perpetrated a fraud upon a
.-person or:tribunal. shall promptly call;upon the
client to rectify_the.same, and-if the client o
refuses or is unable to do so the practitioner
shall reveal the fraud to the affected person or
tr1buna1 | o e | h | -
Lawyers are atr1ct1y prohlblted from revealing client
conf1dences except in very llmited c1rcumstances. The
c1rcumstances do not, under the ABA Model Rules, B
requ1re reveallng 1nformat10n relatxng to the ”
perpetratigp?offa,fraud”fupon a:person”. - The PTO  .rule
excluded from the end of its rule "except.when. . :

information is protected as a pr1v11eged

communlcation .: (See also PTO Sectxon 10 57 )

During the comment;period priormtoqthepadoptionpofgpa;
Section.10.85(b} . a.commentator.suggested that it can.

place a dlfficult burden on patent counsel.nh nt,qﬁxn‘

support of hls p051t10n, the commentator gave two




examPléS’ahdicommenteﬂ onfboth”exambléé“ﬁs“follohé%ﬁ
"Example 1l:: Aclient engages a patent attorney
in: the preparationﬂoij’patent*appiicatibh;Fahd
..the patent attorney goes through the usual
routlne of adv151ng the clxent of statutory“bers,
duty to aisclose, etc. The_att°!n?¥ prepares, and
_fﬁlee_the_ahp}écation,_and during the .course of
.the prosecut1on, the cllent lnforms the attorney
.hof some act1v1t1es that occurred a, couple of
”years before f111ng the app11cat10n, whxch

act1v1tles mlqht constltute an offer for sale..

The attorney adv1ses that thls must be dlsclosed

Y

“to follow thls _course of actlon and d1scharqesl

‘the patent attorney._ The c11ent thenxeng@qesm_

w1thout telllng the new attorney of the o

potentlally damaglng pr1or art...:

ﬁdommentatori “iIn agcordance with my"
intérpretation of Section 10.85(b); the tirst™"

' aeeafﬁe§~aauia“be“féqhiféd*éé aiéélaéé*tﬁié
"perpetratedlaffraudﬁféé it appears in that rule

does not include the deliberate failufe o 5 0w

disclose relevant prior art. My concekn
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this could make for some very poor relationships...

with.the client who might not understand the -

attorney's duty of disclosure before the Office.

Example 2: A rather pobr inventor has managed to

”dthm ub eeeegh honeylfer'tﬁerfilieg'fee for ah
"patent'ebblieetieh'andrthen proeeedsmtb ptepafe
and file his own patent application, without the
assistance of a patent ettorhey. After a few |
.manths, the 1nventor obtalns 'some finan01ng from
an 1nvestor, and the 1nventor and the 1nvestor
_consult tﬁe'patent attorney to see if he would
3¢65tinué with”the'ptosecetieh of the Epplieation.
The”ettoﬁﬁey'revieﬁs"tﬁe fact”bettefe aﬁd'ihforms
both the inventor and the investor that there is
unqueetienébiy eome'priOr att,:in'the fefﬁ‘ef an
earller pub11cation by the 1nventor, ‘which must
~be disclosed before the Offlce. wheh the |
inventor and the 1nvestor find that the attorney
intends to disclose this prior art as soon.as he
is engaged.as their attorney,. the inventor and.
the investor tell the attorney that, they would
rather engage the services of some other patent
ﬁettorney and that they will,netitellﬁthe;seqqnd

attorney of the prior art, .- . .0 . ol

‘Commentator: As I would interpret Section
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10, 85(b),;, the first: patent attorney would be

'":obliged;to”inform the Office of the relevant

: prfor art. The fifstxpatent‘ettorney weuld:
“likely have the:serial number and filing date of
‘the application, and it ‘would appear. to me that..
~the patent attorney would have to disclose not: - .
‘'only the Priorfart,rbuthalso disclose the intent
of ‘the ‘inventor and ‘the ‘investor not to disclose

the same. ' This is pretty harsh-treatmentf'and-l

‘can see where the inventor and the investor would

‘have somefveryihard“feelings_aQainst*the patent
‘attorney."
The PTO agrees that under the circumstances of Example

l, a “c11ent mlght not understand the attorney s duty

'of dlsclosure L1kewzse, the PTO can understand

'where the 1nventor and the 1nvestor (1n Examp]e 2)
would have some very hard feellnqs aga1nst the patent
attorney.“ Nevertheless, the commentator has correctly
noted 1n each case that the pract1t10ner 1s requ1red

to adv1se the PTO The pract1t1oner s obligatlon

under Sectlon 10 85(b) has not been chanqed by the

rules and 1s mandated by Klngsland V. Dorsex, 338 u. S.

3}9_(;949).r See also Nahstoll, The Lawyer =

Allegiance:' Pr10r1t1es Regard1ng Confident1a11ty, 41

""" bt Bt o, 4000 3 ) e e R R D L e T DR e e e et e |

Wash, & Lee L. Rev. 421 (1984).
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Section%10,32'governsradvertising and: precludes. a
practitioner-ftom givingganything-of value, to a person
for recommending the practitioner's services except
-that: a:'practitioner may pay,the”reasonableLCOSthof
-advertising or written comMunication permitted by this
_section;awln,the'commentnperiod"prior to ‘the adoption
of:ithe section, one commentator atgued that: the rules
'shquldwnot;pneclude'answexchange" of cases with
foreign practitioners, An ."exchange™ was said to
cocecur “"where a foreign patent practitioner in his
country sends.cases to-an;emetican_patentnor ttademark
-practitioner to proSecute hefore the PTO,,and-that
'pract1tloﬁer sends the forelgn flrm cases to prosecute
‘befcre the forelgn patent offlce, on the more or less
_exp1101t basxs that 1t s somethlng in the nature cf a
trade.“ Accordlng to the commentator, the exchange
ordlnarlly takes place w1thout knowledge of ther
practltloner s cllent 7 The commentator expressed the
%op1n1on that “exchanges without knowledge of the;E
c11ent presently occur routinely. The PTO belleves
that the suggested “exchange may ethlcally take place
only when the practltloner 5 c11ents are fully adv1sed
of the exchange. The PTO belleves that cllent N
knowledge is essent1a1 to an’ ethical exchange of the

‘wtype ccntemplated.uw~¥
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Section 10:37(a) prohibitsithe division of fees for: =
1ega1;services-with~another practitioner  whosdis: s o9
neither'aﬂpartner nor an associate in’ the®
practitioners firm;Tunlesesthe-clientrconsents*to*‘iﬁ”
employment“of*thefotherfpractitiohervaftereaffuli
disclosure thata division of: fees will be:.made.’' At'a
hearing prior tb?thexedoption-of:Section‘10;37(a)¢vant
individual suggested that a client need not know that
“employment“.has been referred to another pract1t1oner
‘or to a forexgn pract1t10ner._ The PTO dlsagreed.
Moreover, the PTO be11eves that when_“farmlng out"‘wd
occurs w1th the consent of a c11ent, that the feer___v
d1v151on snould be proportlonal te the servxces
rendered. Under Sectlon 10 37 "farmlng out" of work‘

w1thout knowledge and consent of a cllent will

mwconstrtutef wdzsc1p11nary rule v1olat10n. -

Investigations and Disciplinary Proceedings

The Director.of-Enroliment and ﬁiscipline is e
author1zed under Sectlon 10 131 to 1nvestlgateu. o
p0551b1e v1olations of the disc1p11nary rules bf
practltloners. If after conducting such an_ _'

investigation, the Director is of the opinion that a

_practitionér has violated a disciplinary rule, the "

Ditector “is ‘required ‘to call‘d ‘meeting of the ™ = = *
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Committee on Discipline. .That committee then
determines whether a disciplinary proceeding.shall be

instituted (Section 10.132).,., If it determines that

probable cause exists to believe that a practitioner .

has viclated a disciplinary rule, the Director
institutes a disciplinary. proceeding by:filing a

complaint: in the Office of the Director.

-Section 10 133 enables the Director to confer wlth a

practltloner concernxng possxble v1olations of a
d1sc1p11nary rule either before or after a
-disc1p11nary proceeding has been instituted. The

practitioner hay'resiQn'from practice before the PTO

by submitting a requlred affidav1t either during the

1nvestigative phase or after the filing of the

complaint and thereby avo1d_further discipiinary

action. Settlement is also available under Section

1 10.133(g) before or after a complaint is filed.

The Director's complaint must fairly inform the

practitioner'of ahy violatioh of the rules'Which is

the basis for the disc1p11nary proceeding so as to

enable the practitioner to prepare a defense (Section

10.134(b}).

_The complaint 15 served on the practitioner

{respondent) underJSeetion iQ,135. A written answver .
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to the complaint is required within a time set in-the”
complaint which shall not be less than th1rty days
(Sectlon 10. 136).‘ It is then flled w1th an

adm1nlstrat1ve law 3udge appo1nted under Title 5 of
he Unjted States Code:Seqt;on 3105_;9 cqnduct_tne

disciplinary proceedings.

Upon filing the answer, the disciplinary proceeding is
regarded as a contested case (Section 10.138) within
the ‘meaning of Title: 35 0f the United States Code

Section24.

False statements in the answer may be made the bases

for a supplemental complaint (Section.10.137).

The administrative law judge presides at disciplinary

.10 144(a)) _ Test1mony of w1tnesses 1s rece1ved under
oath and the pract1t10ner may be represented by an
attorney (Section 10.140), The Director of Enrollment
|and Discipline is represented by at least two
associate solicitors appointed by the Commissioner of
Patents and Trademarks. The Solicito; and Deputy
Solicitor sha11 temainfinSulatéd’frOm'En;
investigation and prosecution of-all disciplinary

_Pproceedings in order that they shal 1 be available as™ '

courisel"to the 'Commissibner in“déciding disciplinary "
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proceedings. . ¢ :

The respons:b111t1es and authorlty of the
-admlnlstratlve law ]udge under Sectxon 10 139(b)
1nc1ude.' .

maklng rullngs on motlons and offers of ev1dence,
examining witnesses;
authorlz1ng the . taking of dep051tions of a.

witness-in-place-of .a personal appearance of that

witness before the administrative law Judge, co
_.holding settlement conferences;

making initial decisions (normally within six-

.. months of the date a complaint is filed); ...

‘: fand performlng acts and taklng measures as.ﬁ:
“necessary to promote the eff1c1ent and timely
-'conduct of the d1sc1p11nary proceedxng. 7

The judge may order or authorlze amendments to the";:
complalnt,'answer, and - any reply by the D1rector, 1n

order to ‘conform to the evidence.

Except for diseoveryywhich'the;perties agree to make.

voluntarily,rali discovery under:the new disc;plinary'

”rules requires the: prior permisslon of the i;tﬁ

adm;p;strat;ve 1aw,3udge,_ Thxs prlor perm1551on 15
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designed to insure that the:judge:retains.control over
the proceeding... By:requiring prior, approval to take a
deposition, the rules insure that the dep051t1on will
relate to ev1dence the judge deems to be relevant and
will afford that Judge the option of determlnlng e

whether he or she w1shes to observe the w1tness. o

Sect1on 10 152 perm1ts 11m1ted d1scovery after anw
answer is f11ed D1scovery is not authorlzed prlor to
the flllnq of an’ answer. A party seeklng such o
d1scovery wxll have to make a clear and conv1nc1n§‘-J"
case to the adm1nlstrat1ve law Judqe that d1scovery-re

necessary and relevant.

In the d15c1p11nary proceedlng, the D1rector has the _

burden of prov1ng his or her case by clear and

"onv1nc1nq ev1dence (Sectlon 10 149}

that the term clear and conv1nc1ng is not.
susceptible of a prec1se def1n1t1onr. It stated thatf
"clear.and convincing-evidence® falls somewhere
“between proofrbeyondya,reasonable-doubt}and-prooﬁﬁbyva
preponderance.of the evidence.. A reasonable doubt: is:
a-doubt that.would:make:a reasonable:person hesitate
to-act; ﬁéroof beyond 'a reascnable. doubt must, - :i: -

tbg;efO!Q;;be;PfOOfi°f¢§QCh;amGQFVinQiGQnGhaEHQtBF:J&*.

;The PTO- agreES R

unhesitatingly in the most important of his or her

—193—




affairs. Devitt, Federal -Jury Practice and -

Instructions, ‘Section 11,01 (2nd Edition 1970).

Section 10.150 provides that the rules of evidence
prevailing in courts of law and equity are not

control;ing in heariogslof disoiplinarylproceedings._

The PTO decllned to adopt the Federal Rules of
vadence because they do not apply to admxnxstratlve

proceedings. Davxs. Admlnistratlve Law Treatise

Section 14 01 (Supplement 1970). The PTO reasoned

that the controlling law 15 set out in T1t1e 5 of the

Un1ted States Code Sect1on 556(d) wh1ch prov1des in

part:

_"Any oral or documentary ev1dence may be recelved but
{the admlnxstrat1ve) agency as a matter of pollcy
_shall provlde for the exclus1on of 1rre1evant

immaterlal, or. unduly repetltlous ev1dence.

After a“hearing; the administrative law judge shall’

afford ‘the parties a reasonable opportunity to submit

proposed - findings and conclusions and a post—-hearing
memorandum in. support thereof ‘before:making an initial
decision, ' -That ‘opportunity is afforded in-all cases"
- except ‘when ‘the praotttioner”has failed to answer the

S éompla i (Séc EiSs T 1051s 3 ¥ S —
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The judge's decision will include a statement of
findings and.conclusions together with the reasons or
basis therefor wifh'approp?iate referencés to the
record - upon all material issues 6f'fédr; law or
discretioh presented dn'fhe'retord;' The decision will e
- provide an order of suspen51on or exclusion from ; .
practice, or an'order of reprimand, or an order |
dismissing the complaint. The decision is filed with
the Director of Enrollment and Discipline and a copy.

-transmitted to the practitioner, .

Either party may appeal to the Commissioner of Paféhts

and Trademarks within thirty days from the date of ‘the
initial de0151on. The Comm1551oner may remand the'
matter to the édminlstratlve law ]udae for such

further proceedlngs as the Comm1551oner may deem

approprlate. A f1na1 dec1510n of the Comm1551oner may
dlsm1ss a dlsc1p11nary proceedlng, reprlmand a :
practitioner, or may suspend or exclude the
Pracfitioner froh praétiéé-befbre.rhe‘PTO (Sedtion

~10,156),

‘A review of the Commissioner’s final decision in a
disciplinary case may be had by a petition filed in
----- - - the United States District Court for the District of

«Columbia - (Section 10+157) ., The Commissioner may stay =7

a final decision pending that review.
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‘‘Action ‘After ‘Suspension or Exclusion

A'ptaotitiono; nho_io ousoendoq.orsggoluded after a
disciplinarf:p:oceeoing”is‘nottaliowed to engage in, 
:.phactico_hgfogg_thenPTQ_asnan:gttotnoy:or agent.
Section 10.158 is designed to advise a:spgpondod‘or_l
excludedwptactitionot as to what he or:she canhand_

cannot do during any period of'susponsion. _

A ‘suspended orféxcludéd ptaotitionefjnéy'fiié'é
petition for reinstatement (Section 10.160). The
Director of Entollmentzgnd_Disoipltne,may_gtantrthat
_petition_wh¢n=the;ind}yidoal_mgkes a clear and
convincing showing that the individual will.condoot_
'hlmself or herself 1n accordance w1th the PTO
regulatxons and when the grantlng of the petition 15
not contrary to the pub11c 1nterest.5 The d1rector}‘
"may, of course, requxre certaln condlt1ons of the
1ndlv1dua1, 1nolud;ng taklnguand.pggs;ng the PTO .
exaninqtion underhsoction_10,7(b). ;f.a.ptgctit;ong:
hao.boen oxcluded fron praotice, a'petition for .
reinstatement will not be considered until five years
after the effective date of the exclusion {(Section

10,160(b)). =
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PTO’S FINAL RULE ON ADMISSION TO PRACTICE, CONDUCT OF
DISCIPLINARY PROCEEDINGS, AND CODE OF
PROFESSIONAL RESPONSIBILITY
- DEPARTMENT OF COMMERCE = "

.. Batent and Tradsmark Otfice

37 CFR Parts 1,2, and 10

‘[Docket 40T 88-4181)

" Practice Befors the Patant and
" Trademark Ottice

AGENCY: Patent and Trademark Ofﬁce.

Commerce.
acTion: Final rule.

SUMMARY: The Patent and Trademark

Office ([FTO) is amending its rules

."governing practice before the PFO by -

sltorneys and agenta. These rules.are . .
needed lo clarify and modemize the

rules relaling to admission o practice o

and the conduct of disciplinary cases.

__The rules ere also needed to set out in
.. the Code of Federal Reguigtions a PTO -

Code ui Professional Responaibility. By
amending the rules. the PTO believes

_the standards for admiasion to practice
" in patent cuses will be more easily
i understood, that those practicing before -

the PTO will have ready accessto a
code of professional responsibility, and
that procedure in disciplinary cases will
be mare eanily understood. The PTO

“* e%peets that the conduct of disciplinary.
“proceedings under these rules will he -

more effective and less costly.

:'DATES: The effective date of these rules
- {except § 1.21{a) {5) and (6]] is March B. :

-1985-Section-1-21(a) (5)‘and (G] g
. elfective April 8, 1085. - -

FOR FURTHER INFORMATION CONTACT:

i Fred E. McKelvey by telephone at (703)

557—3025 (if no answer, messzge may be

;. laft at 703-557-3103) or by mail marked-

“ta his attention and addressed to Box 8,

Commissioner of Patents and
Trademarks, Waghington, D.C. mzal
SUPPLEMENTARY INFORMATION:
Atlorneys and agents praclice before the

. Patent and Tredemark Office (FTO} in

“palent casea, 35 U.S.C. 31, Auorneyl '

glso practice before the PTO in
trademark and other non-patent cases. §

-11.5.C. 500(b). A few agents also practice

before the PTO in trademark cases
under rules in force prior to Januery 1, -

1957,

A notice of propesed rulemakmg for
attorney and egent conduct and
disciplinary procedure was published on
August 31, 1983 in the Federal Register,
48 FR 38478. and on September 20, 1983

Jin:the Official Gozet!e 1084.0.G. 88 - - - -
11034 TMOG 33. A notice extending the!

comment period and setting a second - .

«.heanng was published on October 5.

1983 in the Federal Register, 48 FR 45424,

" -and on October 18, 1983. 10 the OFieial
- Gazede, 1035 0.G. 18,1035 TMOG 17,

‘The PTO decided to withdraw, and not:
adapt, the rules proposed in the Federal

were numeroug objections to the .
proposed rules and the public indicated
that a tonger pericd for study and
review of & code of conduct and
disciplinary procedures was necessary.”
An sdvance notice of proposed
rulemaking setting out revised rules -
being considered for stendards of
conduct and diaciplinary proceedings
was published on March 16, 1984, in th;-.
Federal Registar, 42 FR 10012, and on -
April 10, 1984, in the Official Gazetts,
1041 0.G. 15, 1041 TMOG 13. Nwnarous
organizations and individuals filed
comments in response to lhz ad\- ance
notice. :
On August 24, 1884, the PTO
published in the Federal Register, a
notice of proposed rufemaking, 49 FR
33790. On August 2B, 1884, the notice .
was also published in the Official
Gazetig, 1045 O.G. 28; 1045 TMOG 25
The notice also appeared in the Bureau
of National Affaire’ Patent, Trademark &
Copyright Journgl, Vol. 28, No. 654, pp.
485-515 {Auguat 30, 1984). Twenty-two
written comments were limely received

in response 10 the notice of proposed .

rulemeaking. The comments are nnulyud.
herein. A hearing washeld on Ociober '
10, 1084, Five indwiduals appeared st~
the heanng Oral comments made at the -
hearing are also analyzed herein: The
twenty-two wrilten comments and a

-copy of the-transcript of the hearing are. -

available for public inapection it Reom
12810, Crystal Gateway II, 1225
Jeffersan Bavis Highway, Arlington,
Virginia.

- This notice of rulemaking sets out

‘rules in-three areas:

(1) Practice of attomeys and agents . -
before the PTO in patent, trademark,
and other non-patent casea (3§ 10.2
through 10.19);

(2} A PTO Code of Professional
Re;ponuhih!‘! {§% 1020 through 1&:12).
an

{3) Rules governing (a) investigation of
pogssible violations of the PTO Code of
Professional Responsibility and (b}
diaciplinary proceedings to reprimand,

suspend, or exclude (disbar] individuals

from practicing before the PTO who.
after notice and opportunity for &
hearing: are found to have viplated &8
disciplinary rule of the PTO Code of -
Professional Reapons:blhry {3§ 10130
through 10,370} -

. Familiarity with the advance nntlce
and notice of preposed rulemaking is .
assumed. Changes wn the text of the °
rules published for comment in 1he

discussed. Comments received in
respanse to the notice of proposed -
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<" the rules for the new PTO Codeal.
- Professional Responsibility,

B =_:lupp0rt of; the proposed rules are
discussed in the’ Supplememary [

“ peceived from the National Organization

< Association, and athers, |

" practicing in a State and aisc be
“PTQ. The new rules: however,

- “rulemaking are discussed: Commems
... not timely received in response to lbe
Register notice of August 11, 1983. There -

advance notice are.also discuseed.

~ Tables 1, 2. and 3 are included in thig_ e

notice to aseist readers in correlating .
present rules with the new rules and io
find the principal soiirce for the new

" rules. An mcucanon m Tables 1, 2, or 3
" - thal a section is “new" means thsta-
- cnm:pund.lng section does not cunemlv-
- appear in Tile. 37 of the Code of Federal
.+ Reguiations.

Table 1 shows the pnnmpal sources of
~ the new rules which reiate to (1) -
adminission to practice of attorneys and -

_‘mgents in patent cases and [2) practice’in” "
“‘trademark and olher non-patent cases. -

" Table 2'shows Lhe principal sources of :

Table 3 shows the principal :ou:ces of.
the new rules for dlsclphnary 5
proceedings.

.. Other sources for, and raucmale in’

" Information of the agvance actice, 49 FR
10012-10022. and the Supplementary .-

“Information of the notice of prupulejd‘ e .

. rulemaking. 49 FR 33790-33803.

*.In issuing these rles, the PTO hai o
made every effort to minimize i

_.preemption of State control over the .

pracuce of law. Thusg; in'§ 10.1, second
.. sentence, the new rules provide: -

- Nothingin * * * [theserules] shallbe .
Wmn.lu'uzd to preempt the autharity of each. .

State to maintain control over the practice of )

“law. except 1o the extent necessary for the

: Patent and Trademerk Ofﬁce to accomp!uh

- lta federal objectives, - .

This provision of § 10.1 i» bnsed on’
language in Sperry v. Flotida'ex rel.

. Floridg Bar, 373-U.5.-379, 402 {1963); and
-, makes clear the PTO’s intent 1o regulate.

_only conduct related or relevant to
practice before the PTO.
In an effort ta ascertain whelher the

" proposed rules would have any adverse

Impact on the States, copies of both the . -+ 7!

advance notice of March 18, 1884, and~ = ..

the notice of proposed rulemaking of

- -August Z4, 1984, were seni.to B_a_r._ R '.

Counsel in each State. The FTQ

_received responses from Bar Counsel in’
. Alaska, Connecticut, Florida, Geofgia,

Maryland. Mississippi, Nebraska, Texas:
‘and Vermont. Comments were also

-of Bar Counsel, the American Bar

«=Ataska Bar Counsel! conu-ary 16 1k

.- bar counsel filing comments. sugﬂ_esied ;

that creation of a PTO Code’af

g "Professional Respersitility would be: -
"notice of proposed rulemaking are "

“inherently confusing” to any atm"le\




esteblish for the first time a PTO Code
of Professional Responsibility. The
current PTO code appears in 37 CFR
$§ 1.344 and 2.12. Sections 1.344 and

2.12 merely incorporate by reference the -

Code of Professional Responsibility of
the Americen Bar Association (1970).
The new PTO code more appropriately
sets out the standerds of conduct
relevant to the practice of law before the
PTO. Alaska Bar Counsel also felt that it
~ would be more appraopriate if the PTO
brought alleged ethics violations by
auumeya to local state enforcement
authurities. This view was not shared by
oliter bar counsel who filed comments.
The slatute {35 1).5.C. 32) authorizes the
Commissioner to administer discipline,
‘The PTO has taken disciplinary sction ..
in Instances where a State has declined
to do so. Moreover, there are registered
patenl agents who are not subject o
discipline by State enforcement
agencies. Finally, Alaska Bar counsel
suggesied that “adjudicative agencies”

- are too closely involved in a disciplinary .

matter to be impartial. Congress has
determined otherwise. 35 U.S.C. 32 and 5
U.5.C., 500{d). :

Comments were received from the
Statewide Grievance Committee of
Connecticut in response to the advance
notice. Many helpful suggestions were
- made in the comments. Most of the
suggestions were adopted at the time
the notice of propesed rulemaking was
published.

The Florida Bar, through its Director
of Lawyer Regulation, filed comments in
response to the notice of proposed
rulemaking. The Florida Bar commented
on §§ 10.1{c) and 10.23(c)(5). The PTO's
response to the comment appears later
in this notice under a discussion of
§ 10.1.

An Assistant General Counsel of the .
State Bar of Georgla filed a response to
the advence notice. The respofise stated,
among other things: “Although due o

the press of business at the present time
P . ~"a copy of the notice with the Director of

1 am unable to provide g substantive

- response in this correspondence, 1 will |
respond within the appropriate time
limits after having an opportunity to
sludy the enclosed * * * [advance
nolice].” No further response was
received. .
.-.Bar counsel for the Attorney -
Grievance Commission of Meryland
filed a response to the advance notice.
In his response Bar Counsel states in
part:

1t does not appear to me that any of the

prupwesed Rules would present eny difficulty
in the adnunistration of discipline within
Maryland. :

Complaint Counse! for Missisaippi
responded to the advance notice. He

“atated in part:

1have not reviewed the proposed Code in .

-comparison with the Code of Professional

Responaibility in great detail. In general
however I can: state that adoption of the
proposed Code would not bave an adverse

- effect upon the function of this office.

The Genera} Counge! of the State Bar
of Texas responded to the advence
notice and did “not perceive that any

. problem would be created by * * * [the

proposed rules] in Texas.” The General
Counsel did express the thought that the

- PTO’s use of the word “practitioner”

instead of “lawyer” would not prevent

reciprocel discipline in Texas based on

disciplinary action by the PTO. The PTO

_ eees no reason for disagreeing with the -

General Counsel. The word
“practitioner” is used by the PTO to
define registered attorneys, registered
agents, and other atiorneys authorized
to practice in trademark and other non-
petent cases before the PTO under 5
U.5.C. 500(b)-

The Chairman of the Professional

.Conduct Board of Vermont responded to

the advance notice, He states in part:

I find nothing contained in the proposed
rules which would present any difficulty in
the administration of disciplinary matters
within the State of Vermont. Further, I sse no
problems created vis-a-vis the Code of
Professionel Responsibility in this
jurisdiction.

. The President of the Naticnal

Organization of Bar Counsel responded
1o the notice of proposed rulemaking. He
expressed a concern as to whether the
FTO intended to “provide for notice and
information of . . . {each disciplinary

- violation by an attorney] to each
" jurisdiction where the attorney is

licensed.” Tweo provisions of the rules
are designed to insure that States are
notified of PTO dismpl:nary action.

- Section 10.158(b)(1) requires a

disciplined attorney 1o notify all bars of
which he or she is a member and to file

Enrollment and Discipline of the PTO.
Section 10.159(a) regquires the Director to

notify known State bars and eppropriate

bar associations of PTO disciplinary
action. In addition, as a matter of policy,
the PTO intends to notify the National

- Discipline Data Bank of the Amencan
“"Bar Association.

Comments were filed in response to

‘the advance notice and the notice of

proposed rulemaking by the Standing
Committee on Professional Discipline of

- the Americap Bar Association. The

comments filed in response to the
advance notice were analyzed in the
notice of proposed rulemsking and are
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not re-analyzed in thig notice. In its
comments responding to the notice of
proposed rulemaking the Standing
Committee made several helpful
suggestions, some of which are being
sdopted. A full discussion of the PTO
rationale for adopting or not adopting &
particular suggestion eppears under
analysis of comments later in this
notice. The Standing Committee urged
adoption of the 1683 ABA Model Rules.
The PTO is not now adopting the Model

_Rules inter alio because most States

have not adopted those rules. If &
significant number of States adopt the
Mode! Rules, the PTO will consider

. further amendments to its Code of

Professionzal Responsibility. The
Standing Commiltee suggested changes
to § 10.23(c){12) which are being
edopied in part. The Standing

.Commitiee suggested that notice be

given to a practitioner prior to any
meeting of the Committee on Discipline.
This suggestion is not being adopted. In
most instances, a practitioner will be
able to respond to a notice under 5
U.S.C. 558(c). The Commitlee will have
the practitioner’s response ai the time of
its deliberation. The Standing
Committee urged that hearings in
disciplinary matters should be open to
the public. Others oppased this position,
The PTO is not adopting this suggestion
in view of 35 U.S.C. 122. Further
rationale for not adopting the Standing
Commitiee's suggestion appears later in
the notice. The Standing Committee
urged a change in § 10.14¢ to make the
burden for proving a disciplinary
violation one of “clear and convincing
evidence.” This suggestion is being
adopted. The Standing Committee urged
that more discovery be permitted than
was authorized by § 10.152 as proposed.
This suggestion is being adopted as
explained further in this notice. The
Standing Committee also thought

§ 10.159 should provide for notice to the
ABA Natonal Discipline Data Bank
when the PTO administers discipline.
While § 10.158 will not specifically
mention the Data Bank, a change has
been made to permit the Director 1o
notify appropriate bar associations. The
Data Bank is an appropriate bar
association.

Changes in Text

Several changes have been mede-in... .-

the text of the new rules from the text of
the proposed rules which were
published for comment in the notice of
proposed rulemaking. Those changes are
discussed below.

In § 1.8, the new paragraph will be
[xiii). Paragraph (xii) was added when
the rules relating tn patent interference




. proceedings were amended. See 48 F.R.
48451 (Dec. 12, 1984). :
In the [irst sentence of § 1.31, the terrn
ugem has been changed to “registered

.agent” to make clear thet enly reglstemd

agenla are intended.
Section 1.33(c) is being amended to

... delete a reference 1o former §§ 1.341 and
. -1.347 and to now refer to §§ 10.5 and

10.11.
_ Bection 1.56 (f} and (h) is being

 amended to delete a reference to former

4 1.346 and to now referred to § 10.18.
In the second sentence of § 16.1,
subpart shall” has been changed to
“part shall” and “maintain control over”
" has heen changed 1o “regulate.” In the
same sentence, "within its borders™ has
been deleted.
.In § 10.2(b}{1), “maintain the register"

.. has been changed 1o "maintain the
- register provided for in § 10.5".

In the next-to-the-laat sentence of .

.§ 10.7{b), “examining corps" has been

changed to “patent examining corps".
" The language “an alien™ in § 10.9(b)
has been changed to read “a resident

- alien” to make clear that sliens

registered under paragraphs {a} or (b} of
§ 10.8 must be resident aliens.
In the first sentence of § 10.14(c),
"I'nrelgner has been changed to
“foreign attorney or agem' “registered
‘and in good Blandmg has been changed

) !e ‘registered or in good sianding”,

apphcants has been changed to
"parties” and "trademark apphcauons
has been changed 10 “trademark cases".

In'§ 10.18(a){1), "the paper has been

""read" has been changed to “the paper

has been read by the practitioner”.

Several changes have been made in
§ 10.23.

In § 10.23(c){4)(iii), “improperly has
" “been added before * ‘bestowing.”

In § 10.23(c)(5}, "on ethical grounds™

" has.heen added after the first

occurrence of "attorney or agent” “end
"'suspension or disbarment as an
“attorney or agent” (after "10.6(c)") has

. been deleted.

In §10. 23{c}[7] “paient” huas been
"’ added before ' ‘application of another™
und the following has been added as a

"" second sentence: "See §§ 1 804(b) and

1.607(c) of this subchapter.”

In § 10.23(c}{8), "Failing to forward *
“has been changed to “Failing W inform a
client or former client™; “inability to
forward, to'"" has been changed to ... .
“iRability to nonfy' “iclient
- correspondence™ has been changed to

“client of correspondence™; “is
correspondence which" has been

chansed to "is correspondence of
which™; and "under the circumstances
_should be forwarded to the.client.or
“former client" has been changed to -

<= of-the-foreign country -+ =~

*under the circumstances the ¢lient or
former client should be notified.”

Section 10.23{c){12) has been changed . .

to read: “Knowingly filing, or causing to
be filed, & frivolous complaint alleging &

violation by a practitioner of the Patent -

and Trademark Office Code of
Professional Responsibility.”

In§ 10.23(c)(15). "including“ has been
changed to “making a" and “matter” has
been changed to “statement”.

In § 10.38(b){3), the Ianguage “in the
locality” has been deleted.

The following language has been
deleted from § 10.40(c): *, and may not
withdraw in other matters,”

In § 10.62(b), the language
“contemplated or pending litigation or”
has been deleted.

In § 10.83(1), the language
“contemplated or pending litigation or”
hds been deleted. Both occurrences of
“trail or" have been deleted from )

§ 10.63{a). The language “contemplated
or pending litigation ot™ has been
deleted from § 10.63(b).

The following sentence has been

added to § 10.84(b): "A practitioner may,
-however, advance any fee required to

- preven! or remedy an abandonment of a
client’s application by reason of an act
or omission attributable to the
practitioner and not to the client, .
whether or not the client is ulhmately
liable for such fee.”

In § 10.84{a)(3),

§ 10.85" has been
changed to “this parl )

... The following sentence hasbeen ...
“added to § 10.87(a): "1t is not improper,
. however, for a practitioner to encourage -
_ a client to meet with an opposing party
~-for settlement discussions.”

Paragraph [5) of § 10.89{c)es it
appeared in the notice of proposed
rulemaking has been deleted. Paragraph
[6] of § 10.89(c) as it appeared in the
:: notice of proposed rutemaking has been
changed to read: “(5) Engage in  ~
undignified or discourtecus conduct

- before the Office {see § 1.3 of this
subchapter). “Subparagraph (7) of
-:§10.89(c) has been redesignated as

-subparagraph (6).
+ In §10.112(a), the language:

' .Maintained: {1) In the case of a practiioner
whose office is located in the United States, -;

the S{ate in which the practitioner’s office is
situated or {2) in the case of a practitioner

having an office in a foresgn country or
registered under § 10. a[c] i the U i

has been changed to read

Muintained in the United Stales or, in the
case of a practitioner having an office in &
foreign countiy or registered under § 10.8(c),
m the United States of the foreign country.

-In § 10.131{a), the second sentence has’

‘_I:i_een deleted as being unnecessary in
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view of § 10.132{b]. The second sentence
of § 10.131{a} in the nolice of propused.
fulemaking read: “The investigation |
shall be such as to determine whether
there is probable cause to believe that e
violationof a Diaciplinary Rule by
practitioner has occurred.”

" In the first sentence of § 10.132(a). the
language “that there is probable cause

‘1o believe” has been deleted. The
Committee on Discipline, not the

Directar, shall determine whether there
is probuble cause to believe that &
practitioner has violated a Disciplinary

Rule. See §§ 10.4(b} and 10.132{b). ~

Several changes have been made in
§ 10.133. In the first sentence of
§ 10.133(b}, the language "§§ 10.132(b}

' ‘and 10.134" has been replaced with
“'§ 310.134". The reference to § 10.132(b}

is not necessary. The language ‘his or
her resignation by filing” in § 10.133(L)
hasheen deleted as unnecessary. The
second sentence of § 10.133(d) has been

. modified to become new paragrephs {c}

and (d). Paragraph {c} indicates the,
content of an affidavit of resignation

‘filed prior to the date set by the

adniinistrative law judge (AL]} for
hearing. Paragraph [d) indicates the

. content of an affidavit of resignation

filed on or after the date set by the Al
for hearing. Peragraph (c) has been

. redesignated as new paragraph fe). In

gddition, the language “paragraph (b]
therein has been changed to
“paragraphs (b} or {c]}". Paragraphs [dj

and {e) have been redesignated as new ™"

paragraphs (f) and {g). respectively.

In § 10.135[a][2][i]. "Commitiee on
Enrollment” has been changed to

“Director”.

in § 10.149, “a preponderance of has
been changed i in both instances to ‘clear
and convincing”. :

Several changes have been made ta
§ 10.152 to expand discovery.
Paragraphs (a} and [b} of § 10.152 as set
out in the notice of proposed rulemaking
have been redesignated as paragraphs
(e) and {f), respectively, and new
paragraphs (a] through {d) have beer

" added. New paragraph [a) sets forth

discovery which is authorized. New
paragraph (b] sets forth matter which
canro! be discovercd. Paragraph [c) sets

forth foctors which an AL] can consider..

in datermining whether to authorize

States 'disc_ovgry. I_’aragra?h [_d] requizes '_ﬂ?la! a
“ireavmotion: be filed 'which addresses:

specifically and separately each

- particular request for discovery. In

paragraph {e] (formerly paragraph (¢]). &
new subparagraph {3) has'been added to
specify that the AL] may require the

"'parties to sel out-in a pre-hearing’
+¢latement information related to expert -
: witnesses. Old paragraphs (3) and {4]

BRI Shl




~..-have been redesignated as new

..paragraphs {4) and (S), respectively.

In § 10.154{b}), a new paragraph (5) bas:

. been added which atates: “(5) any
_ -extenuating circumstances.”
In § 10.155(a), both occurrences of “on
the respondent” have been deleted.
. Several changes have been made to
§10.158. In § 10.158(b)(1} after all

clients of the practitioner” the following .

has been added "for whom he or she is
_handling matters before the Office.” In
" §10.158(b)(2). “client's active case files”
_has been changed 1o “client's active
" Office case files”. In § 10.158(c), changes
‘have been made to make paragraph (c}
applicable to carporate patent
departments and to prohibit a
_-suspended or excluded practitioner from
. meeting in persen of in the presence of
“:another practitioner with an official of
_the PTO in connection with the
prosecution of a patent, trademark, or
other case.
The following has been added to the
‘end of § 10.159{a): "and any eppropriate
bar associations.”
‘Several changes have been made in
§ 10.160(c). “A practitioner has been
suspended or excluded™ has been
changed to “An individual who has
resigned under § 10.133 or who has been
‘-suspended or excluded”; The language
“if the Director is satisfied” has been
changed to “when the individual makes
a clear and convincing showing”. The
language "suspended or excluded
‘practitioner” has been changed to
“*individual".

Responsa lo and Analysis of Comments

Twenty-two [22} written comments
were timely received in response to the
notice of proposed rulemaking. The
comments have been analyzed. Some
suggestions made in comments have
been adopted and others have been
rejected. A detailed analysis of the

limely received commente follows. -

.. Beveral comments were not timely

received by July 9, 1884, in responee to

the advance notice of proposed

rulemaking of March 18, 1984. These

comments have now been considered

and are analyzed herein. .

. Several comments were received

. which suggesied that the rules purport to
regulate attorney conduct beyond that

necessary or proper for administration

_ of federal programs by the PTO. It is not,

~-and has never been, the intention of the

PTO to regulate conduct except to the

_exlent necessary for the i

. .accomplishment of federal objectives.

.. ‘Thus, only that conduct which {s
relevant to the practice of patent,
trademark, or other law before the PTO

. is what the PTD seeks to regulate. The
preamble of §10.1 indicates that Subpart

10 governs solely the practice of patent,
trademark, and other law before the

-PTO. As noted in the preamble to § 101,
- “in]othing 1n this subpart shall be
. construed to preempt the authority of

each State to regulate the practice of
taw, except to the extent necessary for
the Patent and Trademark Office to

.. accomplish its federal objectives.” See

Sperry v. £lorida ex rel. Florida Bar,
373, U.8. 378, 402 (1963). See also -
Michigan Canners and Freezers Ass'n.
v, Agricultural Marketing and
Bargaining Board, 104 S.Ct. 2518, 2523
{1984) [State Law is preempted when it

" stands &s an cbstacle to the

accomplishment and execution of the
full purposes and objectives of
Congress) and Fidelity Federal Savings
and Loan Ass'n. v. de In Cuesto, 102,
S.Ct, 3014, 2022 (168?) (federal
regulations have no less pre-emptive
effect than federal statutes.

Severs] comments wers received
concerning § 10.1. The Florida Bar noted
that in the notice of proposed
tulemaking the PTO indicated “that

;- failure to pay State bar dues ianota

basis for suspension or exclusion before
. the PTO because failure 1o pay the dues
" . has no relationship to the federal

objectives which the PTQ seeks to
accomplish." 49 FR 33785, column 1,
third full paragraph. The Florida Bar
suggested that “the loss of good
standing [should] be of concern to the
PTO." The PTO agrees in part.
Suspension from a State bar for failure

-10 pay dues will rot be viewed by the

PTO ar “misconduct.” See § 10.23{c)[5},

" which has been changed to define

misconduct 8s suspension or disbarment
on ethical grounds. If an attomey is
suspended by his or her State bar for
failure 10 pay bar dues, and for that
reason is no longer in good standing

_-before the Stale bar, that attorney is no
longer an attorney within the meaning of

§ 10.1{c}. An attorney suspended from
his or her State bar for failure to pay bar

dues would no longer be eligible 1o

represent individuals before the PTO in

trademark and other non-patent cases.
One commentator suggested that the

second sentence of § 10.1 be changed to

" read: “Nothing in this subpart shall be
construed to preempt the suthority of

each State to regulate the practice of
law, except to the extent necessary for

.- the Patent and Trademark Office to
accomplish its federal objectives.” The™ ™

suggestion is being adopted. The
commentator noted that as originally
proposed in the notice of proposed

_rulemaking, the phrase “to maintain
“‘control over the practice of law within

its borders” is unduly restrictive. The

‘commentator correctly pointed out that

“[clertainly, New York would have the -
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‘guthority fo regulate the practice of law

by a New York attomey residing in

‘Florida.”
" - Anather commentator noted the
- Janguage “federal objectives™ in § 10.1

and felt it would be appropriate for the
PTO “to set forth what the federal

" ‘objectives really are." The PTO does not
believe it is appropriate to set out in the

regulations specific federsl objectives.

“The PTO engages in the examination of

applications for petente, reexamination
of issued patents, examination of
applications for registrations of
trademarke, and numerous inier partes

‘patent and trademark proceedings. The

federal objectives of the PTO center

“ around these activities,

With respect to § 10.2(c), one
commentator argued ihai “it is unfair to
require ihe paymeni of a fee o review a
final decision of the Director.” The PTO
disagrees. The review provided by

- §10.2[c) is & service performed by the

PTO for which a fee may be charged.

“There is no compeiling reason for not
- charging e fee. o

Several comments were received
‘discussing § 10.4. One commentstor
suggesled “that a provision for no
discovery or testimony from a member
of the Commitiee on Discipline is unfair
and inappropriate.” The PTO does not

““believe that a “mini-trial” should be

conducted in a subsequent disciplinary

: proceeding of how or why the
“Committee on Discipline reached its -

‘decision. The cominentator also argued
‘that § 10.4(c) *would be in direct conflict
with the Federal Rules of Civil

‘Procedure” in any review in the U.S

District Court for the District of
Columbia- Again, the PTO disagrees.
The Federal Rules of Civil Procedure do
not apply to disciplinary cases in the

PTO. Mareover, those rules do not apply

in cases seeking judicial review of a
decision of the Commissioner in a
disciplinary matter. Applicable law {35

{1.8.C. 32 and Local Rule 1-26 of the

district court) provides for review on the
record made in the PTO. See also Canmp
v. Pitts, 411 1.S. 138 (1973). Hence, there
i no discovery in a proceeding under 35

‘US.C. 32

_ Comments were received which
suggest that the associate and assistanl

- solicitors in the Office of the Solicitor

cénnot be isoloated from the Solicitor

end the' Deputy Solicitor, The assoviate ™ -

and essistant solicltors are to'be

‘isolated so that [1) the associate and”

assistant solicitors may act as attorney
for the Director in prosecuting a )
disciplinary proceeding and (2] the
Solicltor and Depuly Solicitor may act
as legal advisor to the Commissioner-in
deciding a disniplinary matter. In




disciplinary matters, the associate and
assistant solicitors will report directly to
the Director. Associate and-assistant

‘solicitors will not have occasion to

discuss diaciplinary matters with the

‘8olicitor ot Deputy Solicitor.

. The following discussion in'the
Attorney General'’s Manuol on the
Administrative Pracedure Act, pp, 57-58
(1947}); commenting on original § 5(c)

‘{now U.5.C. 554(d}] {s believed

perticularly relevant to the issues raised
in the comments:

Assuming that en agency will in many
cases wish to consult with certain of its staff

“members, It may proceed in one of two ways.

It may in a perticular case consult with staff
members who in fact have not petformed

.. Investigative or prosecuting functions in that

or a factually related case. In Lhe alternative,
the agency may find il feasible a0 to crganize
fis stalf assignments that the staff members
whom it most frequently desires to consult

" will be free of &ll investigative and
.- prosecuting functions.
. -

1 3 L ] - -
[1])f the agency so organizes ita staff that

the general counsel is not responsible for the
investigative and prosecuting functions, he

-~ would be regularly available to the agency

. Tor consultation on the decision of cases.*

Severa] commeniators suggested that
members of the public or the PTO bar

= should be members of the Committee on

-Discipline. This suggestion is no! being
-adopted, As noted in the notice of

e aalas JAGULE O

proposed rulemaking (48 FR 33793, -
column 2, last paragraph)}, there are two

reasons for not adopting the suggestion,
"Use of individuals outside the PTO is
made difficult by 35 11.8.C. 122.

Administrative delays would take place
because it would be more difficult to

_ schedule meetings.

One commentator suggested that the
language “at least” in the phrase “at

.least three employees of the Office™

should be deleted from the second
aentence of § 10.4(a). This sugzestion ia

_not being edopted. The “at least”

language will permit the Commissjoner
to appoint slternate members to
substitute for a member who may be
disquelified or who may be unavailable

for an extended period.

. Section 10.10 provides that only
practitioners who are registered under
§ 10.8 or individuales given limited

_recognition under § 10.6 will be -

permitted to prosecute patent -
applications of others before the PTO.

that the rules do not address the
“status” of (&) “an individual in a

*. "The general counsel’s perticipalion in rule

msking end in court litigation would be entirely

. compalible with kis role in sdvising the agency in

~the declsion of adjudicatory cases subject to seclion

“‘training program directed to the

preparation and prosecution of

applications for patent” or (b) “a long-
time employee working within a patent
organization in the area of preperation

" and prosecution of applications for

patent, but haa never become registered

“to practice as either a Patent Agent or

Patent Attorney.” The commentator
suggested that the rules should state .
what such individuals or employees may
do. The suggestion s not being adopted.
Only registered practitioners {attorneys
and egents) may practice patent law
before the PTO. The commentator also
suggested that the rules should provide
that long-time corporate or government
employees who have never been
registered should be given limited -
recognition by the PTO. This suggestion
is not being adepted. Limited
recognition will be given only on a case-
by-case basis. See § 10.8.

" One comment suggested that
“gpplicants” and “trademark
applications” In the firet sentence of

§ 10.14{c) rendered it unclear whether
an individual authorized to practice
before the PTO in trademark cases
could prosecute post-registration cases,
such as a cencellation proceeding. The
rule has been clarified by changing
“applicants” to “parties” and

“trademark applications” to “trademark -

cases”. An individuaj guthorized to
represent others under § 10.14 is

authorized to appear in any trademark
BB e he e e+ en et e

Severs! comments were received
discussing § 10.18. One comment made

. at'the hearing suggested that the rule

should specify who should read the
paper being signed. The commentator
stated: *I think it would be salutary if"
what you really mean is that the
practitioner who signs it has read it."
The suggestion is being adopted and the

Jlanguage of § 10.18(a){i) has been

changed from "the paper has been read”

_ ta “the paper has been read by the
< - practitioner”, :

Two individuals commented that
requiring the signature of a practitioner
would eliminate the “custom” of having
an associate sign the name of a principal
attorney on a paper which the principal

~ authorizes the associate to file. Section

10.18 requirés that the practitioner
signing the paper sign his or her own

attomey John Smith to sign on behalf of

* pincipal attormey David Jones by "
- gigning the paper as follows: “David -
-jones by John Smith." The rule'woyld -

not permit Smith to merely sign Jones'
nime or to sign “David Jones by ]8.™

- The rule does not-avthorize a-non--
- practitioner (e.g.. & para-iegal or -
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“secretary) 1o sign a paper on behalf of &

practitioner.
One comment asked the following:

" Assume an inventor is under Final
Rejection and the period for proper response

. {» nesr at hand. The attorney Is now

instructed to “keep the case alive™ until a CIP
[continuation-in-part] is prepared and filed.
For reasons outside the control of the
attorney, the CIP cannot be filed in time.
Aspsume now the sttorney files & Notice of
Appeal, naver intending td prosecute the

. appeal, inlending only to buy time until the

CIP can be filed. Would the filing of the
Notice of Appeal viclate Rule 10.16 and
subfect the attorney to PTO disciplinary
action?

"A notice of appeal is a proper response

to & final rejection. Accordingly, it

--would not appear under the

circumsiances outlined that the notice of

appeal was “interposed for delay"

within the meening of § 10.18(a)(4).
Three comments were received

.discussing § 10.22. One comment

suggested that modifiers, such ae

- *knowingly” and "willfully” be inaerted

in paragraphs.{a} and {b) of § 10.22. The

- -guggestion is not being adopted. A

“materially false statement,” a failure
"ta disclose a meaterial fact,” or
furthering the application of another
“known * * * to be unqualified” '
constitute acts which cannot be
.characterized as innocent. Accordingly,

-there i no need to insert the “modifiers”

in the text of the rule. Another
commentator suggested that the

~-provisions of § 10:22-are notrelevant g -~

the federa! objectives of the PTQ, The

--PTO disagrees. Practitioners who (1) fail

1o tell the truth, (2] fail to reveal material -
information or (3) knowingly further the

““application of an uniqualified individual

to & bar, demonstrate that they are

~disreputable” within the meaning of 35

11.5.C. 32. A third commeniator
suggestcd that § 10.22(b) is too broad

_because a practitioner could recommend

an‘individual for membership in a bar

“end the individual might fail to pass the

bar examination. Unless a praclitioner
hes good reason to know that the
individual will feil to pass a bar
examination, it is not apparent how the
practitioner's recommendation could
amount to a violation of the PTO Code

. ‘of Professional Responsibility. }
. "Numerous comments were received

discussing § 10.23. One commen!

to.require notification of a client rether

“than tequiring correspondence to be

forwarded. This suggestion has been
adopted by making appropriate changes

“1o § 10.23(c)(8).

* A suggestion was made o delete the

- teferance 1o $5000 in § 10.23{c)(17). This
“"suggestion i8 not being adopted. See the

- . neme. The rule would permit associate ......puggested that § 10.23{c}(8) be changed. -+

= Ope comment was received which noted ™




. aiscussion in the advance notice, 49 FR

10018, column 1. '
A suggestion was made that

~ §10.23(c)(5) has “& built-in inequity as-
regarde different patent attorneys in

“different slates.” According to the

.. commentalor, a practitioner suspended

“for an act by Ohio might not be
suspended for the same act by New
York. The commentator reasons it would
be unfair for the Office to suspend the

Ohjo practitioner, but not the New York

praclilioner. The commentator's concern
i3 not warranted in view of the second
senience of § 10.1.
Another commeniator noted that
§ 10.23(a){3) “points up the difficulty of
-superimposging * * * [a] set of rules on
. of the various local jurisdictions.” Here
again. the commentator's concern is not
.. believed warranted in view of the
second sentence of § 10.1. Another
commentator noted tha! “morat
turpitude” is hard to define. It was

suggested that possession of marijuana -

is regarded as a crime involving moral
-turpitude in some states where & 99-year
- senlence may be received. It was
suggested that in other states possession
of marijuana might result in “a slap on
the wrist.” If & practitioner is
incarcerated for & crime in a state, it
follows that the practitioner is not
capable of representing individuals
-before the Office. This is true even if the
same practitioner would not have been
incarcerated in another state for the
same acl. :
. ‘The Florida Bar raised a question
concerning § 10.23{c){5) which is
; .answered under the discussion above of
;. § 10.1. Section 10.23{c)(5) has been
..changed to make suspension or
- disbarment “on ethical grounds” a basis
for suspension or disbarment by the -
: Office. “Ethical grounds” would include
incompetence, but would not include -
" failure to pay State bar dues.
;.. One comment suggested that
“disreputable” and “gross misconduct”
~in § 10.23(a) be defined. The terms
'disreputable” and “gross misconduet”
appear in 35 U.S.C. 32 and need no + -
- further definition in the rules. Fora
. discussion of "disreputable,” see Pocle
v, United States, 54 AF.T.R. 2d (P-H)
84-5536 (D.D.C june 29, 1684).
" Beveral comments suggested tha! the
Model Rules of Professional Conduct of
the American Bar Association (1983) be

-.~.Adepted in place.of.§ 10.23.. Adoption of ...
’ “rule currently applicable to ‘
practitioners. See 37 CFR 1.344 gnd 2.13.

the Model Rules was given
consideralion prior to publication of the
- advance nolice and the notice of

- proposed rulemaking. The matter has

. ‘heen considered again. However, it has -

not been demonstrated to the Office that
& large number of states have adopted
. the Model Rules. As noled in the notice

of proposed rulemaking, st least Virginia
has rejected the Mode! Rules.
Accordingly, the PTO will not, at this
time, adopt the Model Rules. If e large

number of states adopt the Model Rules
‘in the future, the PTO would be willing

- ta reconsider its position.

. One comment suggested that "before -

the Office" be inserted after the word
“conduct” in § 10.23(b} {4}, {5). and (6}.

" ‘This suggestion is not being adopted in

view of the second sentence of § 10.1.
A suggestion was received that
“improperly” be inserted at the
beginning of § 10.23{c){4){iii}. This
suggestion has been adopted.
_ A suggestion was received that the

‘word *patent” be inserted before.

“application” in § 10.23(c})(7]. This
suggestion has been adopted.
- A suggestion was received that

~ §10.23(cj(15) be changed sc that &
trademark practitioner could present
potentially scandalous subject matter in -

order to yeceive a determination on the
merits of registrability. See e.g.. In re
McGinley, 660 F.2d 481, 211 USPQ 668
(CCPA 1981). Section 10.23(c){15) has
been changed to refer only “meking a
scandalops or indecent statement in &

“paper filed in the Office.”

Several individuals suggested that it
may be difficult to determine the
identity of the “client” under

-'§ 10.23{c)(8), particularly in corporate

patent depariments. The PTO will
presume that practitioners know the
identities of their clients and that
information conveyed to the client is
being conveyed in a manner acceptable
to the client,

Section 10.23(c)(12} has been changed
in response to comments which
suggested that it would be difficul! for
practitioners to comply with -

§ 10.23{c)(12) on the cne hand and

§4 10.24 and 10.131 on the other hand.
The purpose of § 10.23(c){12} is to
eliminate a frivolous complaint against

. practitioners. Accordingly, § 10.23{c)(12}

has been changed to define as
misconduct "knowingly filing, or causing
to be filed, a frivolous complaint alleging
& viclation by a practitioner of the

. Patent and Trademark Office Code of
* Professional Responsibility.” .
.. Several individuals criticized § 10.24.

The provisiona of § 10.24 are derived
from DR 1-103 of the Code of
Professional Responsibility of the

American Bar Association.(1976)—the..........

The PTO is not aware that the current
rule ceuses any problems. Accordingly.
the numerous suggestions to delete or
amend § 10.24 are not being adopled.
QOne commen?! was received which
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with trademark infringement and
requesting that the person withdraw a
pending application “mightbe.., -
interpreted as a violalion™ of § 16.31(s).
The PTO disagrees. A reasonable
interpretation of the rule does not justily
the unreasonable construction by the
commentator. .

- At the hearing, an individual
discussed § 10.32. The individual
suggested that three “practices™ should
be sanctioned under any PTO Code of
Professional Responsibility and it was
suggested thal al] three practices might
be prohibited by § 10.32. First, the

.individual suggested that “the giving pf
- moderately priced presents...to -

established clients on appropriate
occasions—Christmas, weddinzs of their

- ‘daughters” should not constitute a

violation of § 10.32. The PTO agrees.
The giving of a gift to an “established
client” on the occasions suggested is not
a gift "to a person for recommending the
praciitioner's services.” Second, the
individual suggested that a practitioner
should not be prohibited from “paying
for ordinary client entertsinment.”.The
PTO agrees. Again the “clien!” is not "a
person recommending the practitionet's
services” in return for being entertained.
Third, the individual argued that the

. vules should not preclude an “exchange™
‘of cases with foreign practitioners.” An

“exchange” was said to occur "|w]here
a foreign palent praclioner in his

-~ country sends cases to an American
"patent or trademark practiticner lo

prosecute before the PTO, and you send
the foreign firm cases to prosecute
before the foreign patent office, on the
raore or less explicit basis thatit's
something in the nature of a trade.”
According to the individugl, the
“exchenge™ ordinarily takes place
without knowledge of the practitioner's
client. The individual expressed the -

“opinion tha! *exchanges” without -

knowledge of the client preaently occur
routinely. The PTO believes that the
suggested “exchange” may ethically
take place only when the practitioner's
clients are fully advised of the
exchange, Three other witnesses at the
hearing expressed the view—correctly
the PTO believes—that client
knowledge is essential to an ethical
exchange of the type contemplated. No
change in § 10.32 is being made.

after “professional employment” in -

§ 10.33. The suggestion is not being
adopted in view of the second sentence
of §10.1. Anpther comment suggested
that Rule 7.3 of the Model Rules of

.. Professiona! Conduct (1983) be adopted
suggested thal charging another person

in place of § 10.33. The suggestien is not

A puggestion was received that “in .. ..
" mattérs before the Office” be inserted




_ being adopted. Section 10.33 is based
partly on Rule 7.3, but contains the ..
. additional language “under
-gircumslances evidencing undue
influence, lnhrmdahon. or
overreaching.” Section 10.33 is designed
1o prohibit socalled “ambulance
chasing.” In Ohralik v. Ohio Stale Bar
-Ass'n., 436 U.S. 447 {1978), the Supreme
Court held that & state could lawfully
regulate ambulance chasing, In its
opinion, the Supreme Court said:

... We need not discuss or evaluate each of
““these interesis in detail as appellant has
conceded that the Slate has a legitimele and
__.indeed “compelling” interest in preveniing
"those uspects of solicitation that involve
... fraud, und. ¢ inflernce, intimidation,
"roverrearizing. and gther forma of “vexatious
sonduct.” \We agree that protection of the
" public fromn these aspects of solicitation is a
legitimate and important state interest,
438 U.5. at 462. The additional language
- Appearing in § 10.33 ia designed to limit
the apphcahon of § 16.33 10 those
" situations in which the PTO has &
legitimate interest, See also 350.8.C 32
F_'and § 10.31{a).
A suggestion was recaived that
_§ 10.35(b} should be deleted. According
‘to the nuggcslmn. “|rlegulation of the
, practitionet’s business arrangements

“should be left to state regulation.” While ~

the PTQ is in general agreement with
- .+ the rationale suggested there exist
partmerships of agents which are not
‘subject to regulation by any state.
“Moreover, the commentator has not
o suggested or shown that § 10.35(h] is .
inconsistent with the policy of any state.
Practitioners should not be free to hold
themselves out as being associsted with
& partnership or other organizations
when an association does not in fact
o exist,

. One comment suggested that “in the
locality™ be deleted from § 10.36{b}(3}.
‘This suggestion is being adopted,
because “in the locality” has no

... particular significance in the practice of
..7.patent and trademarh. law. Clients of
. .palent and trademark practitioners are
.not necessarily located where counsel

_ are located. Moreover, the practice is

national in scope.

An individual at the hearing suggelled

tha! the PTO should delete
subparagraphs {1) and (2) from
- -§.10.37(a). This suggestion is not being
--adopted. The individua! suggested that a
client need not know that “employment”

. or lo a foreign practitioner. The PTO

.. disagrees and so did three other
individuals who expressed a view at the

.- hearing. Moreover, the PTQO believes

-Ahat when "{arming out™ occurs with the
.. congen! of a client, that the fee division "

;. should be proportional to the services

address. See 97 CFR 1.363, 48 FR 34725
--[Aug.-31,1884). The commentator also

as been referred to another practitioner

rendered. Under § 10.37, “farming out™
of work without knowledge ant consent
of a client will constitute a disciplinary
rule violation. . -

Orne commentajor suggesled that'
§ 10.38 "may resull in numerous claims
1o the effect that a practitiener brought a

- proceeding ‘merely for the purpose of
.- harassing or maliciously injuring

another person.’ " Section 10.39

continues existing policy {37 CFR 1.344
and DR 2-108 of the ABA Code [1970)}.
Under existing poliey, the PTO has nol

-experienced “nutnerous claims.”

Acceordingly, there is no reason to
expect such claims under § 10.39.
A suggestion was received that the

first sentence of § 10.40{a} be changed 10

read: “A practitioner may withdraw
from employment in & proceeding before
the Office without permission from the

- Commisgsioner in those instances in

which a substitute has been selected
and is willing to serve.” This suggestion
is not being adopted. If "= subatitute has

.:been selected and is willing to serve,”

presumably with the consent of the -
client, a new power of attorney maey be

.:filed in the PTO. Another commentator

suggested that § 10.40 should not apply
to corporale atlorneys. This suggestion
likewise is not being adopted. if a
corparate attorney changes joba, the

~aitorney should withdraw from
representing the “old"” corporation or the -

old corporation should revoke any

- power of attorney.

One commeny suggested that the PTO

~--ghonld be under & burden of deciding -~
.requests for permission to withdraw
.. within thirty (30) days. This suggestion °

is not being adopted, but it is and will
continue to be PTO policy to promptly
decide requests for permission to

... withdraw,
"... .One comment suggested that ", end
‘may nol withdraw in other matters,” be

deleted from § 10.40{c}. This suggestion
has been adopted.

Ome comment asked whether a power =

of attorney given during prosecution of a

 patent application continues to be viable -
after the patent is issued. The answer is

“yes.” Communications received during
reexamination proceedings are sent to
the correspondence address established
during prosecution of the application

“which matures into the patent being
reexamined. See 37 CFR 1.525. Notices -

concerning maintenance fees likewise
are mailed to the cofrespondence.

raiaed a question of who is the client
when & case is filed on behalf of an
individuel, but the individual's assignee

" pays the practitioner's bills.
i .Prachhoner: are expected to know the .

identities of their clients. 1f a.
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-prar!muner is hired by a corparatien -
::and wishes to make that fact plain on

the record of a patent application, the
prachitioner may file an assignment gnd
& power of attorney signed by the
assignee. if a dispute should then occur
between the individual and the
assignee, the record would be clear that -
the assignee is the client.

A comment suggested that § 160.40{a)
“would appear to be unreasonable” in

" view of the language “giving due notice

to another practitioner.” Such language
does not appear in § 10.40(a).

An oral comment was received by
phone which questioned whether the
use of para-legals or apprentices by a
practitioner constitutes the unautharized
practice of law. If & para-legal or
apprentice works under the direction of
& practitioner and the practitioner does

v+ not allow the para-legal ar apprentice lo

hold themselves out as a practitioner.

. there is no unauthorized practice of law
~ problem within the meaning of § 10.47.

One comment discussing § 1049 made

" the following siatement:

* * * if the intent of this section'is to
prohibit e practitioner from forming a
parinership with 8 lawyer who, while in good

- slanding with his State bar, does not quslify
-t practice before the Office (either because

hé Lias not tukeo the patent examinetion or is
not qualified to hundle :rad_ernark niatiers),
then it should be stncken

As explained in the notice of propcsed
rulemaking (49 FR 33797, column 3), the

PTQ does nol intend to prohibit. .. ...

formation of law firms by members of

.the Bar of any state. -

-One comment suggested that “in

-matters befare the Office” should be

inserted after "employmeat™ in
§ 10.62(a). This suggestion is not-being
adopted in view of the recond sentence
of § 101

Anuther comment Buggestc.d lhat
$$ 10.62 and 10.63 be replaced with Rule

-3.7{b} of the Model Rules of Professional
. Conduct of the ABA (1983). For reasons

already discussed, the PTO is no!

-adopling the Model Rules. The comment
..-went-on to suggest that practitioners.
. would not be free to testify concerning
--attorney diligence in patent interference
...tases. The PTO has made it plain twice

that it disagrees. See the advance notice
(49 FR 10016, column 3 (March 18, 1984))
and the notice of proposed rulemaking

..[49 FR 33797, calumn 3, ]ast paragraph -

{August 24, 1984]):
- A comment suggested fhat language in

. .§§10.62 and 10.63 is not clear.

Specifically, the commentator referred
to “'solely to an uncontested matter” or

solely to a matter of farmality.” This
. language occurs in the current.rules and...
_has not caused any known difficulty




Two comments were received which
suggested that § 10.64(b) should permit
practitioners to pay fees which rightfully

-..should be paid by a practitioner. This

suggestion is being adopled und the

::following sentence has been added to

§ 10.64(b}): "A practitioner may,
‘however, advance any fee required to
prevent or remedy an abandonment of &

“client's application by reason of an act
:or omission attributable fo the

- practitioner and not to the client,

... whether or not the client is ultimately

liable for such fee.” One of the
commeniators supplied the following
rationale with which the PTO agrees:

“ It somelimes bappena that payment of a fee

-~ -is necessitated by some act or omission for
- which the practitioner and not the client is

". responsible. One exampls i 2 fea for s

" . extension of time 1o respond to ac Office

. -Action (see 37 CFR 1.17 and 1.138}, where the

delay bae resulted from the practitioner’s
‘woarkload for ather clients, or from the

" practitioner’s absence From his or her office -

for purposes unrelated to the client's

- ‘business. Another example is & petition fee

for revival of an application unintentionally
ebandoned through some inadvertent
oversight on the practitioner’s pari. In these

. circumstances, it would seem unjust o

" tequire the client to bear the cast of the fee.

Cmne comment suggested that § 10.65

* should be amended to indicate that it

relates only to matters before the PTO.
This suggestion is riot being adopted in

wew of the second sentence of § 10.1.

Another comment suggested that

§ 10.65[a) "may limit a practitioner

~:serving on the board of directars of a

client.” The commenlator weni on to say
that practitioners serving on boards of
directors is a common practice.
Inasmuch as the client consents to
‘practitioner serving on the board, it is

. -believed that § 10.85 does not limit 8

practitioner as suggested by the
commentator.

=i One comment was received which
*-:-puggested that § 10.66(d) be changed to -
- :gxclude corporate patent depariments.
According to the comment, "why should -
-an eniire corporale petent department

have to withdraw if one of its members

» has to withdraw for disciplinary * -

- reasons?" In situations where it would
~net be appropriate for an entire firm or
‘rdepartment to withdraw, § 10.68(d)
! - permits the Commisaioner or the
. Director fo so order. See e.g.. Sunkist
«Growers, Inc. v..The Banjomin Ansehl -

Co., 221 USPQ 1077 (Comm'r. Pat 1884).

~Another comment suggested that § 10.68

should be amended to indicate that it

~relates only to matters before the PTO.

*This suggestion is nol being adopted in

view of the second sentence of § 10.1.
*-One commenl was received which
suggested that § 11.67 be amended to

indicale thal It relstes only to.matters
before the PTO. This suggestion s not

: being adopted in view of the second

sentence of § 10.1.
A comment was received which
suggested that § 10.88(c) might be

-construed 1o preclude a practitioner

from joining & law firm where attorneys
who are not registered to practice before
the PTO “are in control,” i.e., are the
“senior” partners. The definition of
practitioner {gee § 10.1{r)} precludes

~such & construction, because eny

attorney in good stepding in any State is
a practitioner, Another comment
suggested that § 10.68 be amended to
indicale that it relates only to matters

. "before the PTO. This suggestion is not

being adopted in view of the second’

. sentence of § 101,

One commeni was made at the

hearing which suggested that modifiers, _

such as “knowingly, willfully,

“Intentionally,” be inseried in § 10.77,
_This suggestion is not being adopted.

The PTO believes § 10.77 stales clearly
the prohibited conduct.

A comment was received which
sugpeated that §§ 10.77, 10.78 end 10.64

'be amended 1o indicate that they refer
‘only to matters before the PTO. This-
suggestion is not being adopted in view -

of the second sentence of § 10.1.
One comment suggested that the term

" “ynwarranted” in § 10.85(a)(2) is “too

vague as to its Jimite.” The FTO
disagrees. Contrary to the suggestion by

“‘the commentator, it is believed that

practilioners can readily determine
whether they are advocating & position

“‘that is wnwarrented under existing law.

" A comment was received which
suggested that § 10.85(b) can place &
difficult burden on patent counsel. In

,support of his position, the commentator
_'gave two examples and commented on
"' both examples as follows:

Example 1: A client engages g patent .

. attorney in the preparetion of & patent
. .application, and the patent atiorney goes
" ‘through the usual rovtine of advising the
" client of statutory bars, duty to disclose, etc.

The attorney prepares and files the

" application, and during the course of the
- prosecution, the client infarms the attorney of
-, some activities that ccourred s couple of

yerrs hefore filing the application, which
sclivities migh! canstitute an offer for sale.
The sttomey advises that this muat be

" ‘disclosed 1o the Patent Examiner, but the
- applicant refuses to follow this course of

~petion and discharges the palent sttorney, =i

" The client then engages another attorney to
:complele the prosecution, without telling the

new aftorney of the potentially damaslng
prior art.
Comment: In accordance with my

" interpretation of § 10.85{b). the first sttomey
would be required to disclose this situstion 1o
" the Office, unlesa the term “perpztrated & :
_ fraud” as [t appean in that rule does not
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jnclude the deliberate failure to disclose
reJevant prior_art. My concern is that this
could make for some very poor relationships
with the client who might not understand the
sttorney’s duty of disclosure before the

Office.

Example 2 A rether poor inventor has
managed to drum up enough monay for the
filing fee for a patent epplication and then

* proceeds lo prepare and file his own paten!

application, without the sssistznce of a
patent attorney. Afier a few months, the
inventor obtains some financing from an
investor, and the invenlor and the investor
consult the patent attomey to s¢e if be would

- continue wilh the prosecutioa of the

application. The attomey reviews Lhe fact
patlerh and infarms both the inventor snd the
investor that there is unguestionebly some
prior ar, in the form of an earlier publication

" by the inventor, which mnsi be disclosed

before the Office. When the inventor and the
investor find that the sitorney intends to
disclose this prior art as soon s be is

- engeged us their altomey. the inventor and
- the investor tell the sttarney that they would

rather engage Lhe services of vome other
patent attorney. and that they will not tell the

- second attorney of the prior art.

Comment: As | would interpret § 10.85(b},
the first palent atiorney would be obliged to
inform the Office of the relevant prior arl.

“ The first patent attcrney would likely have

the serial number and filing date of the
application, and it would sppear to me that
the patent attorney would bave to disclose
not only the prior art, but also disclose the
intent of the inventor and the investot not ta
disclose the same. This it pretly barsh
treatment, and ! can see where the inventor
and the investor would have some very hard
feelings against the patent attorney.

- The PTO agrees thal under the
‘gircumstances of Example 1, @ “client
L#* * * might not understand the

atlorney’s duty of disclosure.
Likewise, the PTO can understand
“where the inventor and the investor {in

-Example 2] would have some very hard

feelings against the patent atiormey.”
Neverthelesa, the commentator has
eorrectly noled in each case that the

" . practilioner is required 1o advise the -

PTQ. The praciitioner's obligation under

- § 10.85(b) has not been chenged by the
~rules and is mandated by Kingsland v.

Dorsey, 338 U.S. 318 (1849). See also
Nahstoll, The Lawyer's Allegiance:

" Priorities Regarding Confidentiolity, 41

Wash. & Lee L. Rev. 421 {1884].
A comment was received which

suggesied that § 10.85 be amended to
“‘indicate thet it periains only to matters
<befora-the PTO.-The suggestion-is- 0ol - ....fi
* being adopted in view of the second

sentence of § 10.1.
Two comments were received whjch

" guggested that § 10.87(a) could be

construed to prohibit a practioner fram

‘recommending that a client meet with
: ‘an oppoding party for settlement
“ discussions. Both comments suggested
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that § 10.57(a) be amended to permita
prachtioner to recommend that a client
_ engage in settlement discussions
«directly with an opposing party. The -
suggestion is being adopied and the :
-following sentence has been added to
+>-§-10.87(a): “It is not improper, however,
. for a practitioner to encourage a client
to meet with an opposing party for -
settiement discussions.” a
- . A suggestion wag made that § 10.87 be
---amended to indicate that it pertains only
to matiers before the PTO. The
.-suggestion is not being adopted in view
. nf the second sentence of § 10.1.
" One comment suggested that
§ 10.89{c](5) be “eliminaled on the
grounds of vagueness” because one . -
cannol “be expecied 1o comply with
. apparently unpublished customs of
. courstesy or practice.” The suggestion is
...being edopted. Paragraph (6) of
" § 10.88(c) is being redesignated as
. .paragraph (5) and has also been
changed to read: “Engage in undignified
or discourteous conduct before the
Office (see § 1.3 of this Subchapter).”
-Paragraph (7) has been redesignated as
paragraph (8).
Another commen! discussing § 10.88
_asked "since when mus! counse] cite to
" the Examiner in ex parte proceedings
- cases known to be directly adverse to
__the position being advocated?” Counsel
" ‘are expected to advise patent and
-trademark examiners of known
~-controlling authority which is contrary
to a position being advocated. It is
~fmportant for counsel to do so in ex-
" parte cases because there is no
" advocate taking & position contrary to
_the position being taken by an applicant.
--Bee also Southern Pacific
Transportation Co. v. Public Utilities
Commission of the State of California,
716 F.2d 1285, 1291 {9th Cir. 1983).
- A gommentator ccmended that
“§ 10.89(2) "makes no'sense” because a
decision of the PTO may have been
. overruled by the Federal Circuit. Section
:+10.89{a) is limited lo “a decision of the
. Office made jn the course of &8
- proceeding.” Praciitioners are expected
#"to follow interlocutory orders entered in
*PTO proceedings. Obviously if such an
--order 18 ultimaltely overruled or reversed
by a court, it no longer need be
followed. The seme commentator
-suggesied that § 10.89{c)(3) is not
sppropriate. Specifically, the
-gommentator indicated that
ractitioners often rely on the:
“igpecification of & patent application and
prior art. The specification and prior art
- are evidence, not the "practitioner’s -
. personal knowledge.” :
One commentiator suggested that
2+ 4§ 10.92 and-10.93 be amended to
indicate that.they relate aslely to

matters before the PTQ. This suggestion

-{s not being adopted in view of the -

second sentence of § 10.1.
A commentator at the hearing

- suggested that § 10.93 be changed to

permit practitioners to discuss

- 'procedural matiers with interlocutory
“» gexaminers or members of the Board of
Patent Interferences or the Trademark

Trial and Appeal Board. In view of Pub.

‘L, 88-622, November B, 1084, the Board

of Patent Interferences will cease to’
exist on February 8, 1085, All patent
interference cases will be transfered to
the Board of Patent Appeals and

Interferences and will be assigned to an

examiner-in-chief. Practitioners may
consult an examiner-in-chief orally upon
adequale notice to opposing counsel, A
telephone conference call may be
arranged when opposing counsel desires
to participate in the oral consultation.
The same is true of the interlocutory

- examiners or memhers of the Trademark

Trial and Appeal Board. Questions of a

“purely procedural naturée may be asked.

However, an examiner-In-chief or the
interlocutory examiner or member of the
Trademark Trial and Appeal Board- may
nevertheless decline to answer
procedural questions without opposing

:counsel being present or involvedina

conference call.
" One commentator suggested that

- §§ 10101, 10.102. 10.103. and 10.111 be

gmended to indicate that they réfer only
to proceedmga in the PTO. The’
suggestion ia no! being adopted in view

-~of the second sentence of § 101 -~

One comment suggested that

practitioners residing in the United
“ States should be able to maintain trust

funds in a bank in any State, This
suggestion is being adopted and

":§ 10.112(a) has been changed to .
implement the suggestion. However, ifa -

State bar requires funds to be kepi in a
bank within the State, & practitioner

..would be required to keep funds in &
‘bank in the State in order to comply

with.State rules. Another comment
suggested that § 10.112{c}{2) ia not
practical, According to the
commentator, “invention samples and

-invention disclosures and drawings

usually are the client's property, but
keeping them in a safe deposit box is
totally impracticel.” The commentator

‘overlooks that portion of § 10.112(&}{2)

which teads “in a safe deposit box or

....other place of safekeeping. * * " A .

client may consent to & practitioner
keeping'invention samiplés, invention
disclosures, and drawings in the
practitioner's office. The practitioner, of

- course, should see to it that the office is

maintained with appropriate security.
An individual testified-at the hearing -
that § 10.112 is not clear; According lo
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the individual, "I think the Tules should
speclfy that if you get money up front
from & client, whether it's called a

. retajner, pre-paymenl, or whatever

* * *that money has to be putinto a
trust fund or a trust account * * * and
that you can't take the money out and
spend ituntil you have performed the

_services and sent a bill to the clien! that

“gays X dollars has come out of your
trust account in payment of Y services.”
The PTO believes that § 10. 112[b)[2)
“specifies “that you can't take the money
out and spend it until you have
performed the services” and that
§ 10: 112(1:][3] gpecifies that you must
send “a bill 10 the client.” Accordingly.
_no change to § 10.112 is necesgary.

One commertator testified at the
hearing that the PTO rules do not
address “those individuals who, due to a

~.mental or physical defect, are not able

‘to bring themselves in conformity with
..the rules of conduct.* * *" On the

" gondrary. § 10.130 specifies that any
‘practitioner shown o be “incompetent”
may be suspended or excluded, The
.commentator at the heering referred to
.an individual "who has a drinking
prob]em or one who is mentally
mcapable or represenlmg people before
the * * * Office.” The stalute {35 US.C.

32) and the rules address such an -
individual, Ae nolad in the advance

- notice, the PTO has declined to adopt

‘the suggestion appearing in Manson,

__Helping Lawyers Who Need Help (But w o

"Wont Ask for 11}, 25 Va. Bar News 27
(]une 1977). See 49 FR 10017, column 1
(Mar. 16, 1984). If an individual ia

suspended due o a drinking problem.

. Teinstatement (see § 10.160} may be

conditioned on & clear and convincing
. showing that the drmkmg problem has
been overcome.

- One individual testified at the hearing

:that a “statute of limitations" should be
:inserted in § 10.131. This suggestion is
" not being adopted. As the individual-

noted during testimony, statutes of
“limitations do not apply in disciplinary
proceedmgs

* A suggestion was received that

§ 10.132 be changed 1o expressly provide
that:

. No disposilion adverse o the respondent

" shall be recommended by the Director until
. the respondent shall have been af[orded 1he ’

-+-opportunity tobe heard.
This suggestion is not being adopled."

‘Section 10.132(a) provides that, where

necessary. the Director shall comply |

_withs5US.C. 558(c) prior to calling a

“meeting of the Committee on Discipline.
“The relevant portion of 5 US.C. 558[C}
provides:




Excep! in cases of willfulneas or those in
“which public health, Intercst, or safety
requires otherwise, the withdrawal,
suspension, revocation, or annulment of a
licenae ix lawful only If, before the institution
of agency proceedings therefor, the licenséa
has been given:
{1] notice by the agency In writing of the
facts or conduct which muy warrant the
;.action;: and
" "(2) opportunity to demonstrate or achieve
_ compliance with all lawful requirements.

Whete appropriste, a notice under
... § 558{c) will be issued prior to the lime
the Director takes g case to the
Committee on Discipline. Any reply to
§ 558(c) notice will be reviewed by the
Director and the Committee on
Discipline prior to deciding whether a
- compleint should be filed.
Another suggestion was recsived
which indicated that § 10.132{c} should
" b changed so that the “accused
‘practitioner * * * [would) have the right
‘to select an admninistrative law judge
_ from a panel of such judges, such panel
‘mcludmg the names of at least two law
-judges.” This suggestion is not being
_adopted. No rationale was given in

“support of the suggestion and there is no

known reason to permit & respondent to
select the particular administrative law

" judge (AL]) to be assigned to hear the

practitioner's case.
Several changes have been made in
§ 10.133 by the PTO which are not in -

response 1o any comment or suggestion. " gettlement, the proper recourse is to

The language “§§ 10.132(b) end 10.134"
‘in the first sentence of § 10.133(b) has
been chenged to “§ 10.134". This change
was.made because & reference lo

§ 10.132(b) ia not necessary. The
Ianguage “his or her tesignation by
filing" in the first sentence of § 10.133(b})
hag also been deleted as unnecessary.
“The second sentence of paragraph (b) of
§ 10.133 has been replaced by new
.- paragraphs (c] and {d). New paragraph

- {c) apecifies the content of an affidavit
of resignation filed prior to the date set
by the AL] {or a hearing. New paragraph
(d) specifies the content of an affidavit
of resipnation filed.on or after the date
set by the AL] for a hearing. Old
paragraph (c) has been redesignated as
. .new paragraph (e) and the language
“paragraph {b})" therein has been
changed to read “paragraphs {b) and
{c)". Old paragraphs (d) and (e) have
‘been redesignated as new paragraphs [f)

....;and {g), respectively, .
New paragraph {¢) of § 10.133 has -

been added to define the conditions
- under which a practitioner may resign
prior to the date set by the AL] for a
hearing. Experience has shown that
.. prattilioners do not readily resign prior
-to hearing if they are required to. admit
the charges egainst ther and/or are

. column 1.

. required to admit thet they could not

bave been defended against the charges
or the subject of an investigation.
Paragraph (c) does not require a
praclitioner to admit the chargss or any
lack of defense at the time of
resignation. Rather, under § 10.133(c)(5},
any admission is operative at the time of
& request for reinstatement and only for
the limited purpose of determining the -
request for reinstatement, By deferring
the time when the practitioner makes
the admissions, it is believed that

-ettlements are more likely. Once &

hearing begins, however, there is no

. reason {o permit a resignation without

admission of the facts and a lack of

-defense. The admissions of paragraph

(c)(5) are relevant in determining
whether reinstatement should be

. grented and whether sufficient time has

passed between resignation and any
applicatien for reinstatement.

.. . One comment was made at the .
hearing which suggested that “if, in fact -
. there is a real stalemate in a setilement

discussion, that there be some avenue

.. 80 that there be, in essence, binding

arbitration” on the part of the -
respondent and the Director. This
suggestion is not being adopted. There is
no reason to impose binding arbitration
in disciplinary matters. While
settlements are to be encouraged, lfthe
parties (the respondent and the Director)
cannot reach a mutually agreeable

proceed with the disciplinary
proceeding.

A suggestion was received that the
second sentence of § 10.138 be deleted.

-The suggestion is not being adopted. The

second sentence of § 10.136 provides
that evidence obtained by a subpoena
under 35 U.5.C. 24 will not be admitted

: “unless prior approval was obtained from
-the ALJ to proceed under section 24,

This provision is necessary to retain
control over the proceedings in the ALJ.
Moreover, an order authorizing a party
to proceed under aection 24 can be
helpful to eny district court which is
required to determine whether an
individual should be compelled to
answer counsel's questions. Additional
rationale in support of the PTO's
decision not to adopt the suggestion
appears in the advance notice (49 FR
10019, columns 1 and 2} and in the notice
of proposed ru!emakmg (49 FR 33800

Two lndlwdua]s tes(lﬁed a! lhe
hearing concerning § 10.144. Section
10.144 provides that hearings in

... disciplinary cases will not be open to
.- the public. One individual suggested

that hearings in disciplinary matters

- shéuld be opened to the public. The
-other individual took the opposite
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position and supported § 10,144 as
proposed. The suggestion to open
hearings to the public is not being .-
adopted at this time. The PTO believes
that a practitioner should not
unnecessarily be exposed to charges of

..alleged wrongdoing until the practitioner

is found to have violated the PTO Code
of Professional Responsibility.

"Unnecessary and premature exposure
. gould cause a practitioner's clieni to find
" other counsel based on mere allegations.

Additionally, the PTQ is required to

+ maintain Information concerning patent
. applications in secrecy, 35 U.S.C. 122. In

most disciptinary cases information
concerning a patent application is
revealed at any hearing. Accordingly,
the PTO will not provide for public
hearings. However. the PTO intends to

* further study the possibility of hearings
. open to the public (e.g., in a disciplinary

proceeding involving only trademark

. matiers} and may, in the future, propose

1o modify § 10.144. ‘
Numerous comments were received
which suggested that the burden of |

“proof set forth in § 10.149 should be

changed from "preponderance of
evidence” to “'clear and convincing
evidence.” As annotnced at the hearing,
this suggestion is being adopted, The.
“clear and convincing evidence”
standard brings § 10.149 in conformance
with § 10.158[d){1){ii] which also
requires proof by clear and convincing
‘evidence.

Thie term “clear and convincing '
evidence" is not succeptable 1o a precise
definition. The PTO, therefore, deems it
‘appropriate to sel forth its views on
what constitutes “dlear and convincing
evidence.” “Clear and convincing
evidence” falls somewhere between -
‘proof beyond a reasonable doubt and
proof by a preponderance of evidence.

. A reasonable doubt ia a doubt based
upon reason and common sense—the
kind of doubt that would make a
reasonable person hesitate to act. Proof
beyond a-reasonable doubt must,
therefore, be proof of such a convincing

.. charactet that a person would be willing
. to rely and act upon it unhesitatingly in
.. -the most important of his or her affairs.

Devilt, Federal Jury Practice and
Instructions § 11.01 (2d ed. 1870},

To establish a factby a
preponderance of evidence means to

..prove that fact is.more likely so.than not.....

50. A preponderance of evidence means

- .such:.evidence &s, when considered and
-..compared with tha!t opposed to it, has

more convincing force, and produces in
the mind of the trier of fact a belie{ that
what is sought to be proved is more
likely true than not true: Devitt, suprg at
§ 7.01. g :




Clear and convincing evidence is that

. measure or degree of proof which will

produce in the mind of the trier of fact &
firm belief or conviction astoan -
allegation sought to be established; it is
more.than a preponderance of evidence,
but less than that required to establish
:guilt beyond a reasonable doubt.
Hebson v, Eaton, 399 F.2d 781 (6th Cir.

.+~1968}."It does not mean clear and

unequivocal.” Fred C. Walker Agency, -

Inc.v.-Lucas, 215 Va, 535, 540-541, 211
S.E.2d 83, B2 [1975).
Several comments were received

.- which suggested that § 10.150 be

" . changed to make the Federal Rules of

- both the advance notice (49 FR 10020

Evidence applicable to disciplinary
proceedings: The suggestion is not being
adopted. The PTO has explained, in

column 2} and the notice of proposed

. rulemaking (49 FR 33801, columns 1 and
2) why it cannot adopt the Federal Rules

_.of Evidence in disciplinary cases, The
“Federal Rules of Evidence . . . do not

...controlling law is set out in 5 U.S.C.

‘apply to administrative proceedings
.« . ." Davis, Administrative Law
Treatise, § 14.01 (Supp. 1870). The

""" or documnentary evidence may be

* received, but the agency as a matter of
. pulicy shall provide for the exclusion of

_.irrelevant, immaterial, or unduly
", 1epetitious evidence. A sanction may
" not be imposed or rule or order issued

excep! on consideration of the whole
record or those parts thereof cited by sn
party and suppuried by and in

. .accordance with the reliable, probative,
“and substantial evidence.” It appears to

be the concern of some of the comments
that the Administrative Procedure Act

.. does not articulate an appropriate
" standard of evidence and that hearsay
‘may be admitted, Suffice it o say that
‘many adjudications aecur daily under
_ the Administrative Procedure Act,
" including disciplinary proceedings. The

following language appearing in an

" 'opinion of the Eleventh Circuit in TR W-
_.. United Greenfield Division v. National =
. Labor Relations Boord, 716 F.2d 1391,
1394 (11th Cir, 1983), may be helpful:

Al the hearing the AL] refused to sllow five
additional employees to testify that other
employees told them that such a statement
had been made. TRW contends it was denied

~afull'and fair hearing by the exclusion of this

teslimony. The genersl rule js that

-udministrative iribunals are not bound by the
“Usirict rules of evidence governing jury trials. -

.;. Opp Cotton Mills. Inc. v. Administrator of

Wage & Four Div,, 312 U.5. 126, 155, 81 8.C1.

_524, 537, 85 L.Ed. 624 [1871). Thus. the
- &dmission of testimony which would be
" ‘deemned incompeten! in judicial proceedings -

would nol invalidaté the edministrutive
order. Tagg Bros. &§ Movrhead v. United

- States. 286 1U.5. 420, 442. 50 §.Ct. 220, 225, 74

‘should be authorized. These latter .

L.Ed. 524 {1530). But this aasurance of &
desirable flexibility in administrative
procedure does not go so far as to justify
orders without a basis in evidence having
rational probative force. Mere )

_ uncorroborated hearsty or rumor does nat
“constitute substantial evidence. Consolidated - -

Edison Co. v. NLA.B., 305 U.8. 187, 230, 58
5.Ct. 206, 217, 83 L.Ed. 126 {1938). Therefore,

. the hearsay testimony of other employees

would not have amounted to substantial
evidence sufficient to support & finding for
the company. We find that TRW was not

-denied a full and fair hearing by the judge’s

refusal to admit hearsay testimony.

- See also Steadman v. Securities and
- Exchange Commission, 450 U.S. 81,98 n.

17 (1881); Richardson v. Perales, 402
U.S. 389, 410411 {1871); Brown v.

.~Gomage, 377 P.2d 154, 158 (D.C.Cir.},
.- gerh. denjed, 389 L).S. 858 [1667);
- Annotation, Hearsay Evidence In

Proceedings Before Federal
Administrative Agencies, 6 ALR Fed 76
(1971); and Davis, Hearsay in
Administrative Proceedings, 32 Geo.

~Wash. L. Rev. B89 (1964).

+ A suggestion was received that

. -§ 10.151 be changed to make the

: 5% 4 - -deposition rules of the Federal Rules of
.. 556(d) which provides in part; “Any oral .. Civil Procedure applicable to

disciplinary proceedings. This

-, suggestion is not being adopted. The
-.discovery provisions of the Federal
-.:Rules of Civil Procedute are not being

adopted by ihe PTO in disciplinary
cases, Except for discovery which the

i;parties agree to make voluntarily, all
. discovery under these rules will require___

the prior permission of the AL]. This
prior permission is designed to insure

“.that the AL] retains control over the
... proceeding. By requiring prior approval
of the AL] to take a deposition, the rules -

insure-that the deposition will relate to

-evidence the AL] deems to be relevant

and will afford the AL] the option of
determining whather he or she wishes to
observe the witness.

. Several comments were received
which suggested that § 10.152 be

: changed to permit more discovery. Some

commentators urged adoplion of the
discovery provisions of the Federal

‘Rules of Civil Procedure relating to
. requests for admiasion, interrogatories, -

and requests for production of

. documents. Other commentators felt

that the discovery proposed in the:
notice of proposed relemaking was not
sufficient and that mare discovery

commentators; however,; did not urge

.-adoption of the discovery provisions of

the Federal Rules of Civil Procedure. As

;,-one commeniater noted;

Disciplinary proceedings are not in the

. nature-of civil aclions and fuil discovery

‘within.the scope of \he Federal Rules of Civil
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Procedure s probably got needed or
desirable. .

_ The PTO agrees that more discovery
s appropriate than would have been

““gythorized under § 10,152 as proposed.
:The PTO does nol agree, however, that

discovery should ba commensurate in

* scope with the discovery provisions of

the Federal Rules of Civil Procedure.

* Orie commentator at the hearing who
" yrged adoption of the discovery

‘provisiona of the Federal Rules of Civil
Procedure, correctly recognized the
existence of “concerns of the Patent -
[and Trademark] Office regarding what
are alleged to be general discovery

“abuses.” There is ample basis for the
- “PTO's concern. See e.8., Pollack,

Discovery—its Abuse and Correction,

“80 F.R.D. 219 (1879) {reproducing

remaiks made by Judge Pollack at the
Fifth Circuit Judicial Conference on
April 28, 1978 at New Otleans). The

- ~same commenlator at the hearing went

on to note, however, that if the AL} “gets

“'gn top of a cese and monitors & case

very actively, then no discovery abuses
will occur, and if they do, they will be
dealt with swiftly and properly.”

:: Advocates of digcovery “reform™
- seemingly rely on two principles which
++are claimed to be the cure-all for

discovery abuse: {1} Active control by

“the judge and (2) sanctions. See e.g.
- “Second Report of the Special Committee
“for the Study of Discovery Abuse, 92

F.R.D. 137 {1980}. The PTO is notin a
‘position to impose the most effective-
sanction—costs. However, the FTO can

" “invest the AL] with contral over -
‘- discovery. It is because the FTO can

invest the AL] with control over

“'discovery that the-suggestion for more
“'discovery is being adopted. Section

“-10.152 has been changed to permit
‘discovery which the PTO believes will

be effeclive. The scope of the discovery,

“however, will not be commensurate in

acope with the Federal Rules of Civil
Procedure.

- Paragraph (&) of § 16.152 will permit
Jimited discovety affer an anawer is
filed, Discovery is not authorized prior

i 1o the filing of an answer. A party
:peeking discovery will Have to make out
- a clear and convincing case to the AL]
:-'that discovery is necessary and
--v:relevant. if discovery is suthorized, the

AL] may set conditions he or she deems

“appropriate to accomplish the discovery. ...

Fot example, the AL] may set the place

“gnd timé for inspection'of documents

which are required to be produced or
the AL} canerder a party to mail copies
of the documents to the other party.

- Under paragraph {a) of § 10.152.
;. discovery is.limited to a reasonoble

number.of requests for admissions,




interrogatories, or requests for
production of documents and things.
Consideration was given to setting

“numerical maximums for requests for

.admisaion, interrogatories and requests
.. for production of documents and things.

.See e.g.. Local Rule 11.1 of the U.S.

1. District Court for the Eastern District of

" Virginia. However, numerical
;maximums are not presently specified.

" Should discovery become a problem, the
- PTO will give further consideration to
limiting the number of discovery

requests which a party may file.
. Paragraph (b) § 10.152 specifies

' cerlam matlers which cannot be

discovered. Matter which will be used
by another party salely for impeachment

-, OF Cross-examination cannot be

discovered. Documents which will ba

uged as part of the Director's cage-in-

chief of the respondent’s case-in-
rebuttal or affirmative defenses are

- .- subject to discovery. Patent applications '

;.- not available 1o a respondent under 35

U.S.C. § 122 are not subject to discovery.

.. Matter relating to disciplinary
. proceedings commenced prior to the

effective date of these rules is not

available. For the most part, the reasons '

- for a particular length of suspension or

digsbarment have not been stated in the

_pasl. Accordingly, disciplinary

proceedings commenced prior to these

..., Tules are not particularly relevant. See

‘Poole v. United States, 54 A.F.T.R. 2d

(P-H) B4-5530 (D.D.C. June 29, 1884},
Prior disciplinary proceedings which

.....resuhied in public discipline being

. continue to be free to inspect the files of -
-thase proceedings. Matters relating to

imposed will continve to be available in
the Office of the Director of Enroliment
and Discipline. Respondents will

experts, except as may be required by
the AL] under § 10.152(e), likewise are

..ot subject to discovery. Privileged
' _matler and attorney work product are

excluded from matter which can be
discovered.

Paragraph (¢) sets forth some {actors
the AL} can consider in determining

.whether to authorize diacovery or to

limit discovery which is authorized. The

- factors include delay (which is a major

"{ -consideration in disciplinary matters},

burden on the party required to produce

« discovery, availability of the discovery

' -sought to the public [in which case,
~discovery may not be necessary}, the .-

extent 1o which the matier sought to be

-discovered is equally available to both

parties, and the extent to which

-.;, discovery s evailable from another

source.

Paragraph (d) of § 10.152 requires a
party desiring discovery to file a motion
which explains, in detall, how esch

request is relevant to an issue raised in

the complaint or the answer.
‘Paragraph (e} of § 10.152 sets out

matter which the AL] can require a

.party lo produce in a pre-hearing

. slatement. Subparagraph (4) states the
. matter the AL can require disclosed
- related to experts,

The PTO has every reason lo believe
that the discovery sutharized by

- § 10.152 will be useful and that sufficient
. suthority has been given to the AL] to
- effectively control discovery end

prevent abuses. The PTQ intends to
monitor discovery closely in the future

- and will consider amending these rules

if abuses occur,
One comment suggested that
$ 10.154(b} be modified by edding “any

extenualing circumstances” as a matler

to be considered in imposing 2 penalty.
This suggestion is being adopted.
Another comment suggested that .

§ 10.154 should address “probation.”
This suggestion is not being adopted.
Nevertheless, the PTO has authority to

“place a practitioner on probation for all

or a portion of any suspension and to

revoke the probation vpon a showing of
a violation. See I re Dula, 1030 Official *

Gozette 20 {May 17, 1983).

One comment suggested that § 10.155
be modified to specify that the Director’
:should serve a copy of any appeal “on

the respondenl or on the attorney for

:respondent.” This suggestion is not.
being adopted. However, in view of the
++.-puggestion the language “on the

respondent” {both occurrences) in

- § 10.155(a) is being deleted. Section

10.142{a) specifies how service is made

on a respondent who is represented by

an attorney.
A suggestion was received that

: § 10,157 be modified to provide that a

stay would be entered in every case .

. ~where 8 respondent seeks judicial -

review of a decigion of the
Commissioner. This suggestion was
tejected at the time the notice of

- proposed rulemeaking was published (49

FR 33802) and is not being adopted.
There are cases where e stay is not
appropriate, e.g., when the disbarred

.. practitioner is incarcerailed. There are

other times when a stay may be

appropriate. Accordingly. stays will be

granted in the discretion of the

-+ Commissiongr.

--Several comments were received-

practitioners as to what they can and
cennot do during any period of -
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.- suspension. The PTO believes that
- '§10.156 strikes a reasonable balance in
"+ g difficull area. See the discussion

concerning § 10.158 in the advance
" nolice (49 FR 10021, columns 2 and 3).
' One comment suggested that § 10.158

. "ahou!d be made applicable to

corporations. This suggestion is being
adopted by appropriate changes in

§ 10.158(c) to refer to client-employers.
Anaother comment suggested that

§ 10.158(b) (1) and (2) be changed 1o
refer 1o matters before the PTO. This
suggestion is also being adopted.

An oral comment was received asking
whether the Direclor could conduct an
investigation in connection with a
: -determination under § 10.158{d}. The
Director may conduct whatever
‘investigation is wen‘anled to deternine
whether a suspended or excluded

--'praclitioner seeking reinstatement has

‘complied with regulations relsting to
“suspended and excluded practitioners.
A comment was received regarding
% 10.159(a} which suggesied that the
Director notify the American Bar
Association National Discipline Data
Bank when & praclitioner is suspended
or excluded. This suggestion is not being
adopted as such. However, § 10.159(a)
has been changed to authorize the

*Director to notify “any apprepriate bar

association.” The PTO is not inclined to
mention Bny particular bar association
by name in the rules. It will be the

. practice of the PTO to notify the
National Discipline Data Bank. among
others. when a practitioner is
disciplined. Another comment suggested
that the entire file of a disciplinary
“proceeding should not be open to the
public when only some, but not all,’
charges are sustained. This suggestion is

'nol being adopled. In most disciplinary

“‘matters, it would be highly inconvenient -
1o segregate the relevant from the

- irrelevant, Morecver, once discipline is

imposed, the principal rationale for

.. keeping the file secret no longer exists.
. The disciplined practitioner will suffer
‘whatever public embarrassment results
‘from discipline epart from whether part

‘or all of the file is open to the pubiic,

With respect to § 10.160, one
commentator suggesled that the burden
“on the suspended or excluded

-practitioner for reinslatement be stated

in the rules. This suggestion is being

~ssis--gdopted and a'clear and convincing-- -
discussing § 10,158, Some commentators
-suggested that § 10,158 was “too

i lenient” and ancther suggested that it

~ was "too hsrd" on suspended and -
excluded practitioners. Section 10,158 is .
.designed to advise suspended )

showing” requirement has been added

10 §10.180(c). Section 10.149 sels oul the

" burden on the Director for proof of
ellegationa in the complaint and upon
the respondent for proving affirmative

"“defenses. The showing required by

§ 10.158(d)(1) is by “clear and

:+_convincing evidence.” One commeritator

}
[
i
L
|
|




TABLE 3.—PRINCIPAL SOURCE OF §§ 10.130
* *THROUGH 10.16%—Continuad '

Eaction Souwce

“Tn182-10.089 | (Resarved).
10.470............ | How, but 340 37 CFA 19009,

QGther Considerations.

The rules will not have a significant
impact on the quality of the human - @ . ... . ; B I e
" .Environment or the conservationof . -2V L : T L BPE R B e
energy resources. - . ER T '
The rules are in conformity with the
requirements of the Regulatory
Flexibility Act {Pub. L. 86-354) and
Executive Order 12201,
The General Counsel of the :
--Department of Commerce hags certified
to the Small Business Administration -
" that the rules will not-have a significant.
.- ~advetse economic impactona -
.substantial number of small entities’
(Regulatory Flexibility Aet, Pub. L. 96~
354}. The rules regulate the conduct of.
. .8ttorneys and agents who represent
““individuals and juristic entities before
the Patent and Trademark Office and
““would not be expected 1o result in an
-~ increase of fees charged by attorneys -
and agents to entities, mcludmg smalI
entities.
The Patent and Trudemark Offce has- -
.. determined thai the rules are not &
) ma]or rule under Executive Order 12291,
The annual effect on the economy wili
be less than $100 million. There will be
no major increase in costs or prices for
consomers, individual industries, . ;
federal, state, or local govemment .
agencies, or geographic regions. There
will be'no significant adverse effects on*-
compelition, employment, mvestrnent.
productivity, innovation; or on the
ebility of the United States-hased
enterprises to compete with fore:gn-
based enterprises in domestic or exporl
. markets.
The information repurhng : .
. requirements contained in the rules have, " . .
been approved by the Office of -
Management and Budget, OMB Control
No. 0651-0012 and OMB Contral No.
0651-0017.

List of Subjects in 37 CFR Part 1, 2 and
10 R :

Administrative practice and
procedure, Autharity delegations;
Conflict of interests, Courts, Inventions
and palenls. Trademarks. Lawyers.:

“For the reasons given in the preamble
““*gnd under the authority granted to the
Commissioner of Patents and -
. Trademarks by 5 U.5.C. 500; 15 U,5.C./

" 1133 and 35 U.5.C. &, 31. 32, and 41.
Parts 1, 2. and 10 of Title 37 of the Code
of Federal Regulations dre amcnded as’
set forth below:
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sugdested that the 5-year period of

§ 10.180{b} should be changed foa3-

year period. This auggeslion is not being
edopled. According to the commentator,

" the PTQ has failed to siale why & 5-year
period was proposed. The commentator
believes a 3-year period is more
appropriate, allhough no reason is given
in support of the commentator's belief,

" The PTO. afler considering the matter,
has concluded that some period rust be
specified and there is no reason to
change the 5-year period proposed. A
counmentalor suggested thal a
practilioner suspended for less than six
manihs should “automatically' be
reinstated. This suggestion is not being
ndopted, because the Dizreclor, d &

. condition to any reinstatement, must
find that the suspended practitioner
complied with § 10.158. Another
commenlalor questioned whether the
rules should provide for application for
reinstatement during & period of
probation. The PTO believes the rules
need nol make provision for application
for reinstatement during probation. For
example, if & practitioner is suspended
for & period of three years and it is
ordercd that the practitioner be actually
suspended for at least one year and that
the last two years the practitioner be

‘placed on probation, lhe practitioner
would be sble to apply for reinstalement
after serving one year of the three year
suspension:

The PTQO disagrees with the following
commeni concerning § 10.181(b): “This

- clause is ex post facto legislation as it
secks retroactively an increase of
penalties regarding conduct which
occurred prior Lo the legislation.” No
legislation is involved. Section 10.161(b)
does nol “inciease penalties.”

TaBLE T —PrinciPAL SOURCE OF §§ 10.2

TasLE t.—PRINCIPAL SOURCE OF §§ 10.2
THROUGH 10.19—Continuad

Seexos

X7 CFR 1342 (1883].
Now.

37 OFR L34 (86D

1 ar CFR 1.347 [1003).

.| [Resarved].

[Revervod].

.| & USC. S000) and 37 CFR 212
{1983} )

WS | ¥ LSS 32, 5 USC S00(2);, 37
CFR 1343 (1083}, wnd 37 CFR
2.12(0 (1983).
LR | R———— LT
.| [ Fubacvens].

10.16{a)..—. 437 CFR 1.346 (1583} and 37 CFR

25 (1967, see aho Fule 11,

10.13)...
W.ae.....

TanLE 2. —FPRmCiPAL SOURCE OF SECTIONS OF

1020 TuhousH 10112, THE PTO CoDE DF‘

PROFESSIONAL HESPWSIB!LITY

Souren

Preanble 10 MCPR (1980}

MCPR Canon 1 (1960).

MCPR DR 1-1073 {1580).

Jesusc a2

155 USE 72 sna MCPR DR 1-102

{AN1) (1906)

1 MCPADR 1-102(A) (2)-48) (1960).
PTO

created,
10.23cK15).... Faile 15, FRCP.
10.23c) (184{18)—..—..| PTO crantad.
102X sriimrsminn| U5, 0. Sowcrofl 608 F2d 753 (0h

"G, 10799,
WCPA 1-100(1960).

ki LTFl 1 NS[C) (1983).
Pty Croaved.
MBPRC Rule 7.2 (1983).
MAPC Aule 7.3 {(1963).

{1983,

.| MAPC Ruts 7.5 [1862).
MCPR DR 2-106 |1980).
MCPR DR 2-107 (1980].
MCPR DR 2-108 (1880).
.-} MCPR DR 2-109 (1860).
MCPE DR 2-110 {1860},

THROUGH 10.19 10.41 twough 10.45. | [Ressrvad).
10.48 WCPR Canon 3 (1980,
- 10.47 (2, (6) MCPR DR 3101 (16503,
Section Source 10470} Harw (bt 44 0., Crmiond u. State
Bar of Casiorea, 7 Cal. Rpty. 748,
104 (preambie) .......| 35 US.C. 31; Spemry v. Fionds, 573 355 P20 460 (Cal 1960}
LS. 379, 402 {1963). 10.48 WCPR DR 3102 {1983).
101 95 USE 25 20 USC. 1743, 048 MCPR DR 3-103 (19803,
. 10.50 through 10.55...| (Recerved].
10.58 MCPR Canon 4 {1880).
1as us e 1000 1057 o] MCPR DR 4101 (19503
Now.

| New. bt ses 37 cFR 13010
(1883).

102BUZ} o] Niw, bxd 34 3T CFR §.348n)
(1983
DY o] New, A

(1883).
.} 37 GFR 1.341{8 (t983),
New

(3982).

-] 37 PR 1 341 1oy,

37 CFA 134l{s) (1883},
-} 37 CFR 1,344 (1960,
37 CFR 1.344ig) (1a83).
37 CFR 1.341(2) (1983).

1 37 CFR 1.1} {1983)

e 37 CFR L3

[Resaryed).

NCPR Canon 5 (1980).
.| MCPR DR S-10t (1980}
...| MCPA DR 5-102 [1B860).
..} MCPR DR 5-103 (1860).
MCPR DR 5104 (1980].
MCPR DR 5-105 (t980).
MCPR DR 5-106 {1960}

.| [Reserved).

-} MCFR Canon & (1880).

.| MCPR DR £-100 (1880}
| MCPR DA £-102 (1080}
.| (Aesarvad).

} MCPR Cancn 7 (15800,
. MCPR DR, 7-10t 10800,
.| MCPR DR 7-102 (1960}
[Resnry 0d).

NCPA DA 7-304 (10805
... MCPA DA 7-105 {1960%
- MCPR DR 7-108 (1980).
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1 10,1904 .

o MCPR DR 5307 (5o, . .0 |

TASLE 2.—PRINCIPAL SOURCE OF SECTIONS OF
10.20 THROUGH 10.112, ¥HE PTO CODE OF
PROFESSHINAL Responsosum—pmlimmd

Source

.| [Papserved]).

& [Regarved].

MCPR DR 7-100 (80}

| PR DA 7-100 (3984)

.| (Ressrved].

.| MCPR Canon 8 H 980}

{ MCPR DR B-101 (1980 .

137 CFR 1.341( (19604 and 41 Op
Ay Gen 21 (19491, eorrited’ m
1949 Dec. Comm'r. PaL 1.

| MCPR DR 8-102 {190).

| MCPR DA 3103 (19601,

{Fsservad). .

foso..

101618} oe
10101} ..

MCPR Canoﬂ # {1980
MCPA DR 3- 107 (906, -
WCPR DR 8-102 {19508,

Abbr svabons

FHGPMIFIdﬂdMﬂde
. | Gode of Frolessonel Rersponsbility
dmmnoﬂm

MRPC maars Made! Paies of Prolessional Conouct of the

ABA (1 983).
uw Q WL

mww-wuwam

TABLE 3. PRINCIPAL SOURCE OF 5210130

TrROUGH 10.161
Saction Bource
10.130..... J35USC R

Mow, bt see 37 CFR 1.348(a)
| MCPR DR 1-100 (1080},

.| N,
Hew, bul sss 37 UFA 1.348(0)

(1983). . )

N .
37 CFR 1.348(0) (1963).
N,

| 37 CFR 1.348[) (1883).
Now.

10.138(8) — .
10.137.

10.198...
10.43%4) ...

10.13%e)...
10.13%d) ..

10.746-10.148 . | (Fesarvad).
0148 Now.
10.50(a)

C S56(d)
R 1 3‘8{0‘[33 11980

New. . .

37 CFR1 B48(N [W§3_lr

! 208, Siveran ¥
$2¢ 26 (7th Cr 187N

ow, tuk 389 5 U.5.C 557(c).

5 USC. 5570 end 35 USC




«vi-behalf-he or-she-actaIn filing:suck e

PART 1— RULES OF PRACTICE IN :
PATENT CASES

1. Section 1.8 is amended by adding to
paragraph (a){2) a new paragraph (xiii)
to read as follows:

I 48 Coertificate of mlmnn.
S [E ..

(xiis} Papers filed in con.nechon with a
disciplinary proceeding under Part 10 of
this subchapter.

- 2. Section 1.21 is amended by adding
to paregraph {8) two new paragraphs (5)
and (8) o read as follows:

§ 121 WMiscellanccus fus nnd nhargcs.
(8) L ]

(5} For review of a decision of the
Director of Enrollment and
Discipline under § 10.2{€).....ccurvanne

'{6) For requesling regrading of an
examination under § 10.7(c).... +..80.00

* L L ] a o

3. Section 1.31 1s revised to read a8
follows:

waaness 50,00

‘ '_ﬁ 1.31._ Applicants may be ruprcunled hya.

" registered sttorney or agent.

An spplicant for patent may file and
prosecute his or her own case, or he or
she may be represented by a registered

" atlorney, registered agent, or other: .
individoal authorized to practice before
the Patent and Trademark Office in. .
patent cases. See §§.10.6 and 10.9 of this
subchapter. The Patent and Trademark
Office cannot aid in the selection of a_

“régisteréd attoinéy or mgent. "

:$1.33 [Amended}

4. Section 1.33 is amended by :
removmg from paragraph fc} "1.341 and
1.347" and inserting in its place 105

~‘and10.11".

5. Section 1.34 is amended by rev:smg
B paragraph (a) as follows:

-§1.34 Recognition for representation.
" (a} When a registered attorney or |
. agent ac‘ting ina represematwe capacuy
. Bppears in person or signs a paper in
practice before the Patent and
~Trademark Office in a patent caes, his
--of her personal appearance or signature
shall canstitute a representation to the
Patent and Trademark Office that under
. the-provisions of this Subchapter and-.
the law, he or ghe is authorized to =
represent the particular party in whose

_paper, the registered attorney or agent
should specify his or her registration

- pumber with his or her signature.
Further proof of authority to act ina

representative capac:ty may be ..
required.

W - * L

. Trademark Office that, under the

g 218 Revocatlon of power of lttorna? nr" T

§1.56 [Amended]

B. Section 1.56 is amended by
removing from paragraphs (i and (h)
*1,348" and inserting in its place "10.18",

7. The center heéding precedm,g
§ 1.341 is removed.
55 1.341-1.348 [Removed!

8. Sections 1.341 through 1.348 are
removed.

§ 1 455 [Amended]

. '8, Section 1.455 is smended by
removing from paragraph (a} “1.341" and
inserting in its place “10.10",

PART 2-;~RULES OF PRACTICE IN

TRADEMARK CASES

10. Section 2.11 is revwed to read as
follows:

[ R Appliunu may be upr-umod by
an attorney.

The owner of & trademark mayﬁle E R

and prosecute his or her own
application for registration of such .
trademark, or he or she may be -
represented by an atiomey or other -
individual authorized to practice in
trademark cases under §.10.14 of this
subchapter. The Patent and Trademark
Office cannot aid in the selection of an
attorney or olher represenialive.

$52.12-2.15 [Removed] ‘_:
11. Sections 2.12 lhmugh 2, 16 are .
removed. o

.12, Section 2.17-is amended by -
rewsmg paregraph (&} as follows:

§ 217 Recognition for representation.’
{a) When an attorney as defined in
§ 10.1(c) of this subchapter acting in a
‘representative capacity appears in
person or signs a paper in practice
before the Patent and Trademark Office
in a trademark case, his or her personal
appearance or signature shall constitute
-a&-representation to the Patentand - -

provisions of § 10.14 and'the law he or
she is authorized to represent the -
particular party in whose behalf he or
she acts. Further proof of authority to
act in a representative capacny may be
raquired. :
L ] - * . l

13. Section 2. 19 18 rev:sed Io read as
follows:

of gther aulhnrizalion to repreaent,
withdrawat,

{a) Authority to represent an applicant
or & party to a proceeding may be . .
revoked at any stage in the proceedings
of a case upon notification. to the,
Commissioner; and when it is 50

WZH_,




revoked, the Office will communlicate
directly with the epplicant or parly to
the proceeding or with such other

. qualified person as may be authorized.
The Patent and Trademark Office will
notify the person affected of the
ravocstion of his er ker suthorization.

{b} An individual authorized tu
represent an applicant or party in &

trademark casc may withdraw upon
apylication to and spproval by the
Commiszinaer.

14. The folinwing Yart 10 iz added;

PART 10—REPRESENTATION OF
COTHERS BEFORE THE PATENT AND
TRADEMARK OFFICE

-
101 Defipitivae.
02 Direntor of Enrollment and Disciphne
103 Committee on Enrollment.
1.3 Committee on Discipline.

Individuals Entitled to Praciice Before the
Patant and Trademark Office

1.5 Register of altlomeys and agents jn
pulent cases.

1.5 Regiztretion of attorneys and egenis.

10.7 Requiremen!s for regisiralion.

108 Outh and registration fee.

109 limited recuognition in pateat cases,

0,10 Trdividuals not registered or
recop,m?ed to practice In palent caxes.

10.11  Removing names from the register.

10.12-10.13  |Reserved)

1014 Individuals who may practice before
the Office In trademark end other non-
patenl cases,

-30.15  Refusul to recognize a proctitivner.
10.16-10.17 [Reperved|

1018 Signature and cerificate of
praclilioner:

10.19  |Reserved)

Palent and Trademark Cffice Code of
Professional Responaibility

10.20 Canons and Disciplinary Rules.

10.21 Canonit.

10.22 Maintaining integrity and competence
of the legal profession.

10.23 MisconducL

10.21 Disclosure of information to
authorities.

10.45-10:29  [Reserved)

10.30 Canon 2.

1031 Communications concerning a
practilioner’s services.

.10.32  Advertising.

1033 Direcl contact with proapective
clients.

10.33  Communication of fields of practice.

10.35. Firm names and letterheads.

1036 Fees for legal services.

- 3037... Division of fees among practitionerg.-.-

J0.38 Agreements restricting the practice of
a praciitioner.

3039 Acceptance of employmens.

1040 Withdrawel from employment.

10.43-10.45 [Reserved]

30.46 Cenon 3.

1047 Aiding unauthorized practice of law.

10.48 Sharing legal fees.

1040 Forming e partnership with a pon- - -
practitioner.

-Sec.

10.50-10.55 [Relerverlj

10.56 Canon 4.

10.57 Preservalion of confidences nnd
aecrels of & client.

10.58-10.80 [Reserved}

10.61 Canon .

1062 Refusing employmem when the
interest of the praclilioner may impair
the practitioner's lndependanl
professional judgment. -

1083 Withdrawal when the practitioner
becomes & witness.

1064 Avoiding acquisition of interest in

litigation o1 proceeding before the Office.
- 1085 Limiting business relations witha

client.

1068 Refusing to sccepl or c-_mhnue
employment if the interests of another
client may impair the independent -

professional judgment of the practitioner.

10.67 Setiling similar claime of clients.

1060 Avoiding influence by others then the

client.

-10.69-10.75 |[Ressrved)

1076 Canon 8.

10.77 Failing to act comp:tenlly

10.78 Limiting liability to client.

10.78-10.82 [Reserved)

1083 Csnon?7. :

10.84 Representing u cliemt zealously.

10.85' Representing a client within the
bounds-of the law.

1086 [Reserved]

10.87 Communicating with one of adverse
intcrest. )

1088 Threatering criminal prosecution.

10.89 Conduct in proceedings. :

10.80-1091 [Reserved] .

10.52 Contact with witnesses.

10.83  Contact with officials.

10.54-10.89 {Resarved]

10.100 Canon 8. :

10.101  Action as a public official.

10.162 Statements concerning officiala.

10103 Practitioner candidate for judicial

" office.

10.10+~-10.100  {Reserved]

10110 Canon 9. )

10.1%1 . Avoiding even the appearance ol'
improgpriety,

-10.132  Preserving ldenmy of funds snd

property of client.

10.113-10:128  [Reserved]
Investigations and Disciplinary Proceedings

10.130 Reprimand, suspension or exclulmn.
12.131 Investigations.
10.132 --Initiating & dudphnary pruceed.mg

reference 10 an edministrative law judge.

10133 Conference between Direclor and,
praclitioner; resignation.

10.134 Complaint.

10.135 Sesvice of complaint.

10,130 Answer to complaint.

10137 Supplemental complaint.

16.138 Contested case.

10,138 Administrative law judge:

inteclocutory orders; stays. -
10.140 Representative for Director or .
. respondent. .

10141 Filing of papers.

10.142 ~ Service of papers. ©

“10.143 Motions.

10.144° Hearings.
10.145 * Proof: variance: amendment of
© pleadinga.-
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appointment; responsibilities; review o!

- §10.20(h). -

10.146-10.148  [Reserved).

10.148 Burden of proof.

10150 Evidence.

10.151 Deposilions,

- 10152 Discovery.

10.153 Propesed findings und umclu:iluns
porl-hearing memorandum.

10,354 Initial decision of administrative lew
judge.

.. 1055 _Appes to the Commissioner,

10.158 ' Decision of the Commissiouer.

10.157 Review of Commissicner’s final’
decision.

10158 Suspended or excluded practitiones.

10.159 Nolice of suspension or. exclnslan

10.180 Petition for reinsiatement.

10.163  Savings clause.

10.162-10.160 [Reserved}

10170  Suepensicd of rales.

Authority: 5 U.S.C. 5a0: 15 U.S.C. 1123 35
U.8.C 8, 31, 32 41. :

* §10.1 Definitions.

‘This part governs solcly the practlce
of patent, trademark, and other law
before the Patent and Trademark Office.
Nothing in this part shali b construed
to preempt the authority of each State to

“regulate the praciice of law, excep! to

the extent necessary for the Patent and
Trademark Office to accomplish its
federal objectives. Unless otherwise

~clear from the context, the following’

definitions apply to this part:
(=) “Affidavit™ means affidavit.
declaration under 35 U.S.C. 25 [see

51,68 and § 2.20 of this subchupler) or

‘slatutory declara!mn under 28 U SC.
1746. _

(b} “Application™ mcludes an
application for a design. plant, or.utility
patent, an epplication o reissue any
patent, and an applicalion o register a

“trademark.

(¢) *Attorney” or “lawyer" Iﬁea_ns an
individual who is a member in good

- slanding of the bar of any United States

courl or the !Jghest court of any Slate. A
“non-lawyer” is & person who is not an
lnomey or lawyer.
. (d} "Canen* is defined in § 10 20[4}
(e} “Confidence” is defined in .

°§ 10.57(a).

(1) “Differing interests” include every
interest that may adversely affect either
the judgment or the loyalty of 8 -~

- practitioner to a client, whether it be a

conilicting. inconsistent, dwerse. or;
cther Interest.

.2-:(8) "Disrector” means the Direclor of
’ F:nrollment ‘and Discipline. )

{h} "Dlsmp!mary Rule™ is defmed in

{i) “Emplcyee ol’ a !nbunal : |ncludes '
all employees of courts. the Office, and
other adjudicatory badies. :

() "Giving information” within the
meaning of § 10.23(c)(2) includes making
{1} & written statement or representaling




or{2} an oral statement or
representation.
{k) *Law firm" includes a pmfemonal
lega! corporation or a parinership. - -
(1} “Legel counsel” means practitioner.
- [m} “Legal profession” includes the

_ individuals who are lawfully engaged in
practice of patent, trademark, and other
law before the Offi ce.

.. (0] "Legal service™ means any lega!
service which may lawfully be
performed by & praclmuner bel'ore the
Office.

{0} “Legal System" ificludes the Office
and courts and adjudicatory bodies

" "which review matters on which the
"Office has acted.

“{p) "Office” means Patent lnd

Trademark Office.

" {g) “Person” includes a corporation,

an association, a trust, a partnership,

__and any other organization or legal
entnty

() ‘Practitioner” means {1] an

" atlorney or agent registered to practice

before the Oifice in patent cases or (2}
an individual authorized under 5 U.5.C.
500(b) or otherwise as provided by this
Subchapter, to practice before the Office
in trademark cases or other non-patent

| cases. A “suspended or excluded

““practitioner” is a practitioner who is
suspended or excluded under § 10,156, A
“nen-practitioner” is an individual who

" is not @ practitioner.

“ (8] A “proceeding before the Oﬂ' ce
includes an application, a
reexamination, a protest, & public use

S proceeding, a patent interference, an -

inter partes trademark proceeding; or
+any:other proceeding which is pending
before the Office..

{t) ‘Profgssmnal legal corporation”
means a.corporation authorized by lew
10 practice law for prof:t
.- {u) “Registration” means reg!alrahon
to practice before the Office in patent

. -CaBEX.

{v) "Respondent” is defined in -
§ 10.134({a)(1).

(w) “Secret” is defined in § 10.57(a).

-+(x} “Solicit" ia defined in § 10.33.

(v} “State” includes the District of
Columbia, Puerto Ricq, and other federal
_ territories and possessions. '

2% () "Tribunal” includes courts, the”

. Office, and other ad]udlcalury bodies.

“" (aa) “United States" means the United
" .States of America, its temlorles and’

[possessions.
+::§10.2 Director of Enroliment and -

_ Discipiine.

(8) Appointment. The Comrntamuner
_ shall appoint a Director of Enrollment
and Discipline. In the event of the -

... the Office of the Director, the .
"~ Commissioner may designate an-

employee of the Office to serve as acting
Director of Enroliment and Discipline.
The Director and any acting Director
shall be an active member in good:.
standing of the bar of a State.

- (b} Duties. The Director shall;

. {1} Recelve and act upon applications
for registration, prepare and grede the
examination provided for in § 10.7(b).
maintain the register provided for in

§ 10.5, and perform such other duties in

. connection with enrollment and

recognition of attorneys and agents as
may be necessary.

{2).Conduct investigations into
possible violations by practitioriers of

_Diaciplinary Rules, with the consent of
“the Commitlee on Discipline initiate

disciplinary proceedings under
£ 10.132(b), and perform such other
duties in connection with investigationa
end disciplinary proceedings as may be
necessary.

{c) Review of Director's decision. Any
final decision of the Director refusing to-

| register an individual under § 10.6,

- récognize an individuel under §§ 10.9 or
" 10.14{c), of reinstate a suspended or
_excluded petitioner under § 10.180, may

be reviewed by petition to the
Commissioner upon payment of the fee

“set forth in § 1.21{a)(5). A petition filed

more than 30 days after the date of the
decision of the Director may be

~dismisaed as untimely. Any petition’
‘shall coniain {1} a statement of the facis

involved and the points to be reviewed

“-and (2) the action requesled Briefs or
‘;memoranda. if any, in support of the ...
“.petition ahall accompany or be

embodied therein. The petition will be

‘decided on the basis of the record made

before the Director and no new evidence

" will' be considered by the Commissioner
“in deciding the petition. Copies of

documents already of record before the

Director shall not be submitted with the <

petition. An oral hearing on the petition
will not be granted except when °
considered necessary by the ’
Commissioner.

- (OMB Control No. 0851-0012.)
~§10.3 Committes on Enroliment.

(8) The Commissioner may establish a
Commiltee on Enrollmettt composed of
one or more employees of the Office.

(b} The Committee on Enrollment
shall, as necessary, advise the Director

*‘in connection with the Director's duties
. under § 10.2(b){1).

$ 10.4 Commities on Discipline. . .
- (8) The Commisaioner shall appoint a

Commutee on Discipline. The )
.., Committee on Discipline shall consist of:
- absence of the Direclor or a vacancy in

at least three employees of the Office,

.. none of whom reports directly or
_indirectly to the Director or the Solicitor.
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Each member of the Committee on-
Discipline shall be a member in good -
standing of the bar of a State, .

{b) The Committes on Discipline shall
meet &t the request of the Director and -
after reviewing evidence presented by
the Diractor shall, by majerity vote,

. determine whether there is probeble. :

cause to bring charges under § 10.132
against a practitioner. When charges are

. -brought agains! a practitioner, no . -

member of the Commiitee on Discipline,

. employee under the direction of the

Director, ar associate solicitor or
assistant solicitor in the Oifice of the

- Bolicitor shall participate in renderin,g a
. decision on the charges.

{¢) No discovery shall be suthorized

.+ of, and no member of the Committee on
Discipline she!l be required to testify -

about, deliberations of the Commtlee
on Discipline.

Individuals Entitled To Practice Before
the Patent and 'l'rademark Office -

$10.5 Régisterof attormays and mnn n
patant cases.

A register of attorneys and agents {s
kept in the Office on which are entered
the names.of all individuals recognized

- .as entitled to represent applicants
- before the Office in the preparation and

prosecution of applications for patent.

.'Resistralinn in the Office u.nder‘ the .~

Prov. isions of this part shall & muy entitle

the individuals reg:s!ered to practice=

i before the Office in patent cases:

}108 ‘Reglstration of attorneys md B
" agents.

{a) Attorneys. Any citizen of !he
United States who is an ettorney &nd
who fulfills the requirements of this part
may be registered as a patent attorney
to practice before the Office. When

: .appropriate, any elien who is an -

sttorney, who lawfully resides in the
United States, and who fulfilis the
requirements of this part may be

.-registered as a patent atlomney to
-practice before the Office, provided:
.-Registration is not inconsistent with the

‘terms upon which the alien was

admifted to, &and resides in. the United
States and further provided: The alien
may remain registered only (1} if the

-~ alien continues to lawfully reside in the
.. United States and registration does not

become inconsistent with the terms
upon:which the alien continues to .

~lawfully reside in-the United S_tales-u‘r' R

{2} if the alien ceases to.reside in the;
United States, the alien ia qualified to be

reg:stered under paragraph {c) of this

- section. See also-§ 10.8(b).
~{b). Agents Any citizen of the Umted

--States who is not an atlorney and who

fulfille the requirements of this part may




be registered as a patent sgent to
practice before the Office. When
appropriate, any alien who is not an

i’ attorney, who lawfully resides in the

- United States, and who fulfills the
requirements of this part may be
registered as a patent sgent to practice
before the Office, provided: Registration
ia not inconsistent with the terms upon

- which the alien was admitted to, and
resides in, the United States, and further

- provided: The alien may remain
registered only (1) if the alien continues
to lawfully reside in the United States
end registration does noj become

> inconsistent with the terms upon which
the alien continues to'lawfully reside in
the United Siates or (2] if the alien

:ceasen to reside in the United States, the
alien.is qualified 1o be registered under
paragraph {c) of this section. See also

" §108(b).

. Note.—Al individuals registered prior to
November 15, 1838, were registered as
attorneys, whether.they were atiarneys or
. not, and such regisirations have not been
- changd.
{c} Foreigners. Any foreigner not a
resident-0f the Uhited States who shall
; filé proof to the gatisfaction of the
Directét that he or she is registeréd and
- ip good sfanding before the patent office
of fhe couitry in which he o she resides
and praoiices and who is possessed of
- the quatiffdations stated in § 10.7, may
be registered es a patent agent to
practice béfore the Office for the limited
- purpose of presenting and prosecuting
patent applications of applicants located
in such country, provided: The patent .
office of such cquntry atlows
substanttally reciprocal privileges to
- ‘those admitted to practice before the
“United Sfates Patent and Trademark
Office, Registration as g palent agent

‘under this paragraph shall continue only -

during thé period that the conditions -
specified in this paragraph obtain.
(d} Government employees. Any
officer or el_np'l?l'lqe of the United States
- who s disqualilied by statute {18 U.S.C.
#:203, 205) from practicing as an stlorney
or agent in proceedings or other matters
‘before Government departments or
agencies, may novbe registered to
practice before the Office. If any

“‘regisiered attorney or agent bscomes an
officer or employee of the United States
who is disqualified by statute from

- practicing-as:an attorney or agentin. .-

proceedings and other matters before
Governmént departments or agencies,

7 hig or hisf name shall'be endoreed as

inactive bn the register during the period

_ of any employmient by the United g

. An officer or employee of the United
-States whose official duties require the.
-preparation and prosecution of

tates. -

* gpplications for patent and who fulfills

the requirements of this part may be
registered to practice before the Office
to the extent necessary to carry out his
or her official duties. A written
statement describing the official duties
of the officer or employee and signed on
behalf of the agency employing the
officer or employee may be required by
the Director.

“ () Former Office employees. No

individual who has served in the Office
will be registered after termination of
his or her services, nor if registered
before such eervice, be reinstated,

.unless he or she signs & wrilten
‘statement indicating that he or she has

read 18 U.S.C. 207. No individual who
has served in the patent examining

. corps of the Office will be registered

afler termination of his or her services,

"nor if registered before such service, be
reinstaled, unless he or she signe a
“yrilten undertaking (1) not to prosecute

or aid in any manner in the prosecution

..of any patent application pending in any
""patent examining group during his or her

period of service therein and (2) not to
prepare or prosecute or to assist in any

_manner in the preparation or

prosecution of any patent application of
another (i) assigned to such group for
examination and (i) filed within two
years after the date he or she left such

. group, without written authorization of
‘the Director. Associated and related

classes in other patenl examining groups
may be required to be included in the
underiaking or designated classes may
be excluded from the undertaking.
When an application for registration or

.. reinstatement is made after resignation

from the Office, the applicant will not be
registered or reinstated if he or she has

. prepared or prosecuted or assisted in
the preparation or prosecution of any-
_patent application as indicated in this

paragraph.
{OMB Control No. 0651-0012.)

§ 10.7 Requirements for registration.

{2) No individual will be registered to
practice before the Office unless he or
she shall:

(1) Apply to the Commissioner in
writing on a form supplied by the
Director and furnish all requested

- information and material and

(2) Establish to the satisfaction of th

Director that he or shedis: ... . o

{i} Of good moral character and
repute;

= {ii) Possessed of the legal, scientific,

and lechnical qualifications necessary
to enable him or her to render applicants
for patents valuable service; and

{iii} Is otherwise competant to advise

- and essis! applicants for patents in the
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presentation and prosecution of their.

~ applications before the Office.

‘{b) In order that the Director may
determine whether an individual
seeking to have his or her name placed

_upon the register has the qualifications
-specified in paragraph (a) of this secion,
“*satisfactory proof of good morat

character and repute and of sufficient
basic training in scientific.end technical
matters must be submitted lo the
Director. Excep! as provided in this
paragraph, ezch spplicant for
registration must teke and pass an
exumination which is held from time to
time. Each application for edmission to
1ake the examination for registration
must be accompanied by the fee set
forth in § 1.21{a)(1) of this subchapter.
The taking of an examination may be
waived in the case of any individua)
who has actively served for at teast four
years in the paten! examining corps of
the Office. The examination will not be

-"administered &3 a mere academic
‘exercise.
- {c} Within two months {rom the date

an applicant is notified that he or she

‘failed an examination, the applicant

may request regrading of the
examination upon payment of the fee sct
forth in § 1.21(&)(6). Any epplicant
requesling regrading shall particularly
point aut the errors which the applicant
believed occurred in the grading of his
or her examination. .

(OMB Control No. 0651-0012.)

§ 10.8 - Oath and registration fes.

Before an individual may have his or
her name entered on the register of
altorneys and agents, the individua)

- musl, after his or her application is

approved, subscribe and swear-to an
oath or make a declaration prescribed
by the Commissioner and pay the
registration fee set forth in § 1.21(a}{2) of
this subchapter.

[QMB Comroi No. 0651-0012.)

$109 Limited recognition in patent cases.

{8} Any individual not registered
under § 10.8 may. upon a showing of
circumstances which render it necegsary
or justifiable, be given limited
recognition by the Director to prosecuie
as attorney or agent a specified
application or specified applications, but

. Jimited recognition under this paragraph

shall not extend further than the

application or applications specified:
(b} When registration of a resident

alien under paragraphs (a) or {b)] of

§ 10.6 is not appropriate, the resident

- alien may be given limited recogrition

as may be appropriate under paragraph
(a) of this section. - -




+ §10.40 Indlviduals nol registered or

_recognized to practice In patent cases.
Only practitioners who are registered

--under § 10.6 or individuals given limited .-

recognition under § 10.9 will be
permitted to prosecute pateni
applications of others before the Office.

“'§10.11  Removing names from the

ng[stlr

(a) Registered attorneys and agents
shall notify the Director of any change
of address. Any notification 1o the
Director of any change of address shall
be separate from any notice of change of

" “address filed in individual applications. .

“{b] A lelter may be addressed to any

* individual on the register, at the address

of which separate nolice was last

- received by the Director, for the purpose: -
~of ascertaining whether such individual

desires to remain on the register. The

" name of any individual failing to reply

-and give any information requested by

* the Director within a time limit specified

‘will be remaoved from the register and

- 'the names of individuals so removed

will be published in the Official Gazette,
The name of any individual so removed

may be reinstated on the register as may
be appropriate and upon payment of the

. fee set forth in § 1.21{a}(3) of this

subchapter.

“"'[OMB Control No. 0651-0012.)

. ii_ié.‘ii-ﬁ.i:‘i {Hieserved)

'§10.14 Individuals who may practice

" before the Office in lrademark and other .

- non-patent cases. :
{a) Attorneys. Any individual who is

the Office in trademark and other non-

- palent cases. An atiorney s nol required -
to-apply for registration or recognition to-

practice before the Office in trademark
and other non-patent cases.

(b} Non-fawyers. Individuals who are * - :;

not atiorneys are not recognized to
practice before the Office in trademark -
-and other non-patent cases, except that
individuwals not altorneys who were
recognized to practice before the Office
in tradcmark cases under this chapter
prior to Junuary 1, 1857, will be .
recognized as agents to continue

- practice before the Office in uademnrk
cases.

.. [c} Foreigners. Any foreign attoriey or

..agent.not a resident of the United States
.-who shall prove to the satisfaction of the
““Direcior that he or she ia registered orin~*“paper, including any allegations of -

.. improper conduct con!amed or al!eged

good standing before the patent or

trademark office of the country in which

he or she resides and practices, may be
recognized for the limited purpose of

- representing parties Jocated in such
_couniry before the Office in the

presentation and progecution of

“or irademark office of such country
“privileges to those permitted to practice
*. States Patent and Trademark Office.

. ‘obtain.

&8 sanctioning or authorizing the
.performance of any act regarded in the

“:Arademark or other non-patent case in

“: he or ghe is an officer and which he or

- parly to a trademark proceeding pending -

‘bafare the Dfire may ha n||ﬂpnndgd or

who is-suspended or excluded under
*2"this subpart or removed under § 10.11(6)
shall not be entitled to practice before
“‘an attorney may represent others before -

-§10.18  Signature and certificats of
- practitioner.

* proceeding in the Office must bear the
“signature of, and be personally signed
“‘by, such practitionet except those

- knowledge. information, and belief,

" subject to disciplinary action, See

~§10.19 [Reserved)

~ Patent and Trademark Office Code of
Professional Responsibility

trademark cases, provided: The patent
allows substantially reciprocal

in trademark cases before the United §10.20 Canons and Disciplinary Rules.

(a) Canons are set out in §§ 10.21,
10.30, 10.48, 10.58, 10.61, 10.76, 10.83,
10.100, and 10.116. Canons are

" statements of axiomatic norms,
expressing in general terma the
standards of professional conduct -

_expected of practiticners in their

relationships with the public, with the
legal system, and with the legal
profession.

(bY Disciplinary Rules are set out in
4§ 10.22-10.24, 10.31-10.40, 10. 47-10.57,
10.62-10.68, 10.77, 10.76. 10.84, 10.85,

. 10.87-10.89, 10.92, 10,93, 10.101-10.103,
- 10,311, and 10.112. Disciplinary Rules are
mandatory in character and state the

. minimum level of conduct below which
o practitioner can fall without being
subjected to disciplinary action.

§1021 Canon 1.

A prachlloner should assist in
-maintaining the integrity and
-competence of the legal profession.

Recognition under thia paragraph shall
continue only during the period that the
conditions specified in this paragraph

(d) Recognition of any individual
under this section shall not be construed

jurisdiction where performed as the
unauthorized practice of law.

‘{e} No individual other than those
specified in paragraphs (&), {b), end {c] ~ =
of this section will be permitted to
practice before the Office in trademark
cases. Any individual may appearin &

his or her own behalf. Any individual
may eppear in a trademark case for (1) a
firm of which he or she i3 &8 member or
(2) a corporation or association of which

she is authorized lo represent, if such
firm, corporation; or associationis a

‘ before the Office. §10.22 Malntalning Integrity and

1 f the legal fesslon. -
- +-§10.15 Refusal to recognize s competence of the Jegal profasslc
.. practitioner. {a) A practitioner is subject 0.

.discipline if the practitioner has made a
‘materially false statement in, or if the
. practilioner has deliberately failed lo
disclose & material fact requested in
connection with, the praciilioner’s
-gpplication for registration or.
.. membership in the bar of any United
" States court er any Slate courl or his or
her authorily to otherwise practice =
before the Office in trademark and other
non-palent cases.

{b) A practitioner ahall not further the
application for registration or
membership in the bar of any United
Siates court, State court, or .
administrative agency of another person
known by the practitioner to-be
.unqualified in respect to character:

.. education, or other relevan anribute.

£10,.23 Misconduct.
(a} A practitioner shall not engage in
disrepulable or gross misconduct.
__(b) A practitioner shall not: .
-+ [1) Violate a Disciplinary Rule. ...
*[2) Circumvent a Disciplinary Rule
through actions of another. -

Any praclitioner authorized to appear
exclud;cru-l-i:lccordance with the
provisions of this part. Any practitioner

the Office.
55 19.15-10.11 [Reserved]

{a) Every paper filed by a practitioner
representing an applicant or party to a

papers which are required to be signed
by the applicant or party. The signature
of practitioner to a paper filed by him or -
her, constitutes a certificate that:

(11 The paper has been read by the
prachlmner

(2) The paper's filing is aulhonzed

{3} To:the best of his or her. -

there is good ground to support the

moral turpitude.

{(4) Engage in conduc! mvolvmg
dlshonesty. fraud, deceit, or :
mnsrepresentauon :

{5} Engage in conduct thal is
pre;udtcxal to the admint 51ra1m" of
“lustice.

therein; and

(4) It is not mterposed for delay

:(b) Any practitioner knowingly -
violating the provisions-of this section is

§10.23(c)15).

—215—

oo (3)-Engage-in-illegal-conduct- 1n\lo]vmgw,-,,.‘,‘




[6} Engage in any other conduct that
adversely reflects on the practitioner's
fitness to prectice before the Office.

[c) Conduct which constitutes a
* violation of paragraphas (a) and (b} of

this section includes, but is not limited
to:

(1} Conviction of a criminal offense
involving moral turpitude, dishonesty, or
‘breach of trust.,

{2) Knnw:ngly giving false of
misleading information or knowins!y
participating in a material way In giving
‘false or mislesding information, to:

(i) A client in connection with any
immediate, prospective, or pending
business before the Office.

(ii) The Office or any employee of the

Office.

"~ (3) Misappropriation of, or l’allure to
properly or timely remit, funds received
by a practitioner or the practitioner's

*“firm from & client to pay a fee which the
‘client is required by law to pay to the
Office.

{4) Directly or indirectly improperly
influencing, attempling to improperly
influence, offeting or agreeing to
improperly influence, or attempting to
offer or agree to improperly influence an
official action of any employee of the
Ofifice by:

(i) Use of threats, false accusations,
duress, or coercion,

(1} An offer of any special inducement -
"of promise of advantage, or -
 {iii) Improperly bestowing of any gift,
favor, or thing of value,

{5) Suspension or disbarment from
practice as an attorney or agent on
ethica! grounds by any duly constituted

’ nulhority of a State or the United States
. or.in the case of a practitioner who

"resides in a foreign country or is

registered under § 10.6{c}. by any duly

*-conetituted authority of:

(i) A State,

(i} The United States, or

- (iii} The couniry in which the
-practitioner resides.

{6) Knowingly eiding or abetting a
practitioner suspended or excluded from

.- a significant effect on a matter pending

before the Office, (ii} i received by the
practitioner on behalf of a client or

of which a reasonable practitioner
would believe under the circumstances

- the client or former client should be
g notiﬂed.

(9) Knowingly misusing a certificate of

mailing under § 1.8 of this subchaptef or

a certificate of "Express Mail” under

- §1.10 of this subchapter.

{10 Violating the duty of candor or

‘good faith requirements of § 1.56(a) of

this-subchapter.
(11) Knowingly filing. or causing to be -
filed, an application which is subject to

‘being stricken under § 1.56(c} of this

subchepter,

(32} Knowingly filing, or causing to be .
-filed, a frivolous complaint alleging a
-~viplation by a praciitioner of the Paient

and Trademark Office Code of

-Professional Responsibility.

{13) Knowingly preparing or

- ‘prosecuting a patent application in

--violation of an undertaking signed under

‘. Director in wriling of any change which -,

-§ 10.8(e).

(14) Knowingly failing to advise the

would preclude continued registration
under § 10.8.

(15) Knowingly aigning & paper filed in
the Office in violation of the provisions
of & 10.18 or making a scandalous or

:Indecent statement in & paper filed in
the Office,

- -(18) Willfully refusing to reveal or

. report knowledge or evidence to the
" Director cantrary to § 10 24 or paragraph

- {b}of § 101.31.

(17) Representing before the Office in
a patent case either a joint venture
comprising an iriventor and an invention: -
developer or an inventor referred to the
registered practitioner by an-invention

.developer when {i) the registered
_ practitioner knows, or has been advised -
by the Office, that a formal complaint

- filed by a federal or state agency, based

practice before the Office in engaging in ..

unauthorized practice before the Office .
u.nder § 10.158.

{7} Knowingly withholding from the
Ofﬁce information identifying a patent
or palent application of another from
which one or more claims have been
copied. See §§ 1.604(b) and 1. BO?[c} of

‘.m?,lhw subchapter. . -

(8) Friling to inform a client or former
client or failing to timely notify the
Office of an inability to hotify to a client
or former clienl of correspondence -
received from the Cffice or the client’s
or former client’s opponent in &n inter
partes proceeding before the Office
when the correspondence {i} could have

i

on eny violation of any law relating to
securities, unfair methods of
competition, unfair or deceptive acts or -
practices, mail fraud, or other civil or
criminal conduct, is pending before a
federal or state court or federal or state
agency, or has been resolved
unfavorably by such court or agency,
against the invention developer in

cennection with invention developmenl- :
-services and (ii)-theregistered .. .

practitioner faila to fully advise lhe

. :Anventor of the existence of the pending

complaint or unfavorable resolution
thereof prior to undertaking or
continuing repreaentanun of the joint
venture ot.invenlor ‘Invention
develgper” means any person, and any
agent, émployee, officer, partner, or
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: ,_developmem of the invention).

.. has occurred, elleging before a tribunal
.- that anyone has committee a frand on

. Office.

“-deemed actual frand within the meaning
“"of this part.

independent contractor thereof, who is
not a registered practitioner and who

- advertises Invention development
. former client and {iii} Is correapondenca : -

‘services in media of general circulation
or who enters Into contracts for
invention development services with

“* gustomers as a result of such

edvertisement. “Invention development
services” means acts of invention
development required or promised to ba

_performed, or actually performed, or
both, by an invention developer for &
customer. “Invention development”

" means the evaluation, perfection,
_marketing, brokering, or promotion of an
. invention on behalf of a customer by an

.. invention developer, including & patent

" search, preparation of a patent
. application, or any other act done by an

. invention developer for consideration

toward the end of procuring or
attempling to procure a license, buyer,

.. or patent for an invenlion. “Customer”

-means any individual who has made an
-jnvention and who enters into a contracl
for invention development services with

. an invention developer with respect to

the invention by which the inventor

- becomes obligated to pay the invention
developer less than $5,000 {not to
inclode any additional sums which the
invention developer is to receive as a
resull of successful development of the
invention). “Contrac! for invention
development services” means & contract
for invention development services with
_an invention developer with respect to
‘an invention made by & customer by

_- which the inventor becomes obligated to

.pay the invention developer less than
" §5,000 (not to include any additional
“pums which the invention developer is
to receive as a result of successful

" {18) In the absence of information
-sufficient to establish & reascnable
belief tha! freud or inequitable conduct

the Office or engaged in inequitable
conduct in a proceeding before the

[d) A practilionet who acls with
reckless indifference 1o whether a
representation ig true or false is

chargeable with knowledge of its falsity.

~Deceitful statements of half-truths or
concealment of material facts shall be

3 10.24 Disclosure of information to
authnrlllu

{a} A praciitioner possessing
unprivileged knowledge of a violation of
a Disciplinary Rule shall report such
knowledge to the Director. - "
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(b} A practitioner possessing

+ unprivileged knowiedge or evidence

;- concerning arother practitioner,

- employee of the Office, or a judge shall

. reveal fully such knowledge ar evidence -

-upon proper request of & tribunal or-
other authority empowered to
. .invesligate or act vpon the conduct of
"practitioners, employees of the Office, or
7 judges.
: - {OMB Control No. 0851-0017 .}

5§ 10.25-10.29 [Reserved]

B 10.30 Canon2

A practitioner should assmt the 1ega]
profession in fulfilling its duty to make
legal counsel available,

- 81031 Communlicationa congerning a
v praclihoner s servicen.

" "lo any prospective business before the
Office. by word, circular, letier, or

.. advertising, with intent to defraud in

any manner, deczive, mislead, or
threaten any prospective applicant or
.other persen having immediate or
‘prospeclive business before the Office.

~"(b) A practitioner may not use the
name of 8 Member of either House of
Congress or of an individual in the
service of the United States in
advertising the practitioner's pructice
hefore the Office.

- §10.33 Direct contact with prospective

clients.
A practitioner may nof solicit

4 professional employment from a

_prospective client with whom the

practitioner has no family or prior
professional relationship, by meil, in-

_person or otherwise, when a significant
. molive for the practitioner's doing so is

the practitioner's pecuniary gain under
circumsiances evidencing undue
influence, intimidation, or overreaching.

.-..-The term “solicit” includes contact in

persan, by telephone or telegraph, by
letter or other writing. or by other

communication directed to a specific

- recipient, but does not include letters
- addressed or advertising circulars

distributed-generally to persons not
apecifically known to need legal

(8) No practitioner shall with respect - : --services of the kind provided by the

practitioner in a particular matler, but
who are so situated that they might in

-general find such services useful.

“§10.34 Communlcation of fields of

praclics.

A registered practitioner may state or
imply that the practitioner is a apecialist

as follows:

(e] A reglslered praciitioner who is an

"atterney may use the designation -

~(c) Unless authorized vnder § 10.14(b), .
a non-lawyer practitioner shall not hold

himself or herself out as authorized to
practice before Ihe Ofﬁce in tradernark

(d) Unless a pracutmner isen -
.atlorney, the practitioner shali not hold
- himself or herself out:

(1) To be an attorney or lawyer or

{2) As authorized to practice before
" the Office in non-patent and trademark
'cases

§ 10.32 ' Advertiging. : -
-{a) Subject to § 10.31, a praclmuner

.. may adverhse services through public

media, including & telephone directory

legal directory, newspaper, or other

periodical, radio, or television, or

.- through written communications not

" involving solicitation as defined by

ﬁ 10.33.

(b} A practitioner shall not gwe

" anything of value to a person for .

-recommending the practitioner's -

services, except that a practitioner may

_pay the reasonable cost of advertising or

. section and may pay the usual charges
«6f & not-for-profit lawyer referral service
. or other legal service organization.".
{c) Any communication made -
purguant to this section ghall include the
.name of at least one practitioner ..
responsible for its content.

“written commmirication permitted by this.

“Patents,” “Patent Attorney," "Paient
Lawyer," "Registered Patent Attorney,”
or a substantially similar designation.

" {b) A registered practitioner who is

nat an attorney may use the designation .

“Patents,” “Patent Agent,” *Registered

.—-Patent Agent,” or a substantially similar----

~designation, except thal any practitioner

who was registered prior to November - .

15, 1938, may refer to hlmself or herself

- @s & “palent attorney."”

§ 10.35 Firm names and {stierhezads.

{a} A practitioner shall not use a firm
name, letterhead, or other professional
designation that violates § 10.31. A trade
name may be used by a practitioner in
private practice if it does not imply a

. current connection with a government
"-agency or with a public or charitable

legal services organization and is not
otherwise in violation of § 10.31.
[b) Practitioners may siate o imply

-that they practice in a partnership or
other organization only when that is the )

fact.

$10.36 Foea for legal services.

(a) A practitioner shall not enter into

{b) A fee is clearly excessive when.
after a review of the facts, a practitioner

of ordinary prudence would be left with .

& definite and firm conviction that the

.-fee is in excess of a-reasonable fee.

Factors to be considered as guides in
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hn agreement for. charge, or collectan ™
...illegal or clearly-excessive fee.

~ determining the reasonableness of a fee
: -include the following:

{1) The time and labor required, Ihe

- novelty and difficulty of the questions

involved, and the skill requisite to
perform the legal service properly.

{2) The likelihood, if apparent to the
client, thai the acceptance of the
particular employment will preclude
other employment by the practitioner.

(3) The fee cuslomanly charged for

. similar legal services.

{4) The amount involved and the .

‘results obtained.

(5) The time limitations xmposed by
the client or by the circumstances.
(6) The nature and length of the

“‘professional relationship with the client.

[7) The experience, reputation, and
ubility of the practitioner or

<. practitioners performing the services.

.+(8) Whether the fee is fixed or
contingent. :

§10.37 Division of fees among
practitioners.

. - [a) A prectitioner shall not divide a
fee for legal services witn enother

i -practitioner who is not a pariner in or

.- agsociate of the practitioner's law firm

or law office, unless:
(1) The client consents to employment

.of the other practitioner after a full

disclosure that a division of fees will be
made.
(2) The division is made in proportion

Ao the services performed and

responsibility assumed by each.

does not clearly exceed reasanable

.compensation for all legal services
- rendered to the client,

{b) This section does not proh:bll

.. payment 1o & former partner or

associate pursuant to a aeparatwn ar

...retirement agreement.

§10.38 Agreements restricting lhc )

‘practice of a practitioner.

(a) A practitioner shall not be'a party
to or parlicipate in & partnership or
employment agreement with anothet
practitioner that restricts the right of
practitioner to practice before the Office
after the termination of a relationship
created by the egreement, except as a

_condition to payment of retirement

benefits.

" {b} In connection with'the settlement
" of & controversy or suit, & practitionet
..shall not enter into an agreement that ...l

restricts the practitioner's right to’
pracnce befure the Dfﬁce TEe

9 1039 Acceptanca of emptoymant

.-A practitioner shall not accept:
employment on hehalf of 8 person if the
practitioner knows or it is obvmus that
such person wishes.to:

(3) The 1otal fee of the practitionegg~ 7"




" {a) Bring a legal action, commence a
proceeding before the Office, conduct a
defense, assert a position in any -

. .proceeding pending before the Office, or
otherwise have steps taken for the
persan, merely for the purpose of
harassing or maliciously injuring any
other person.

- (b) Present a ctaim or defense in
litigation or any proceeding before the
Ollice that is not wartanted undey
existing law, unless It can be supported
by good faith argument for an extension,
modification, or reversel of existing law.

§ 10,40 Withdravnl from nmp‘laym'nl.

fa) A pracl:tloner shall not withdraw
.. .Irom employment in a proceedmg before
-. the Office without permission from the
Office {see §3 1.36 and 2:18 of this -
subchapter). In any event, a practitiones
shall not withdraw from employment
until the practitioner has taken
reasonable steps to avoid foresedable
prejudice to the rights of the client, -
including giving due notice %o his or her
--client,-allowing time for employment of
another practitioner, delivering to the
client nil papers and property to which

applicable laws and rules. A

.. practitioner who withdraws from .

employment shall refund promptly any

.- part of a fee paid in advance thst has

nol been earned.

- {b} Mandutory withdrawal A
practitioner representing a client before
the Office shall withdraw from -
‘employment if: :

{1) The practitioner knows or it i is

obvious that the client is bringing & legal .-

- [i]) Insists upon presenting.a claim or
defense thal is not warranted under
existing lagv and cannot be supported by
good faith ergument for an extension,

modification, or reversal of existing law;

(ii) Personally seeks to pursue an
illegal course of conduck

.. {iii) Insists that the practitioner pursue

. a‘course of conduct that is illegal or that

. -is prohibited under a Disciplinary Rule;

{iv) By other conduct renden it

-~ unreasonably difficull for the
-praciitioner to carry out the employment

effectively;

(v) Insists, in & metier aol pending
before a tribunal, that the practitioner
engage in conduct that is contrary to the
judgment and advice of the practitioner
but not prohibited under the
Disciplinary Rule; ar

{vi} Has failed to pay one or more bills -

rendeted by the practitioner for an

“unreasonable period of time or has

failed to honor an agreement to pay &
retainer in advance of the petformance
of legal services.

(2) The practitioner's continued

*employment is likely to result in a

" violation of a Disciplinary Rule;
:-the client is entitled, and complytng with P i

{3) The practitioner's inability to work

‘with co-coumse) indicates that the best

interests of the client likely will be

served by withdrewal;

[4) The practitioner's mental or

‘physical condition renders it difficult for
‘the practitioner to carry out the

. employment effectively;

-[5) The practitioner’s client knowingly

o and freely assents to termination of the

. employment; or

action, commencing a proceeding before

the Office, conducting a defense. or

- asserting & position in litigation or any
proceeding pending before the Office, or
is olherwise having steps taken far the
client, merely for the purpose of
harassing or maliciously injuring any

~_person; .

* " '{2) The practitoner knows or it is
obvious that the practitoner's continued

_employment will result’in violation of a
Disciplinary Rule;

(8] The practitioner’s mental or
physical condition fenders it

‘unreasonably difficult for the

practitioner to carry out the employment:

~ effectively; or
" {4)The prachhcner is diwharged by
~the elient.-

(c} Penmss.lve w:thdmwai lf
paragraph {b) of this section is not -
applicable, a practitioner may not
request permisaion to withdraw in

[6} The practitioner believes in good
faith, in & proceeding pending before the
Office, that the Difice will find the
existence of other good cause for
withdrawal.

" 26.10.41-10.45 {Reserved]

§10.45 Canon 3.
A practitioner should assist in

- preventing the unauthorized practice of

law.
§ 1047 Alding unauthorized practics of
law.

(=) A practitioner shall not aid-a non-

< pmctllmner in the unauthorized practice

~-the-practice of law before-the Office.

matters pending before the Office unless :

.- such request or such w:thdrnwa! is -
because: :
{1) The petitioner's client: .

of law before the Office.
(b} A practitioner shall nqt eid a
suspended or excluded prectitioner in

[c) A practitioner shall not aid & non-
lawyer in the unauthorized practice of
law.

5 10.48 Sharing legal fees.

A practitioner or a firm of -
practitioners shall not ahare legal fees
with a non-practitioner except thet:
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(1) An agreement by a praclitivner
with the practitioner's firm, pariner. or
associale may provide for the payment

.- of money, over a reasonable period of
: time after the practiBoner's death, lo the

practitiones's estate or (o one or more
specified persons.

‘{b] A practitioner who underiakes to
complete unfinished legal business of &
decreased practitioner may pay to the
estate of the deceased practitioner that
praportion of the total cc-mpensﬂuon
which fairly represents the services
rendered by the decessed practitioner.

. {€) A practitioner or firm of

-practitioners may include non-

praclitioner employees in a
cornpensauun ot relirement plan, even

" though the pian is based in whole or in

pari on a profit-sharing arrangement,

- providing such plan does not circumvent

another Disciplinary Rule.
§10.49 Formsing & partnership with 8 non-

praciitioner.

A practitioner shall not form a

. parinership wilh & non-practitioner if

any of the activities of the parinership
cousist of the practice of patent,
trademark, or other law before the
Office.

$5 10.50-10.55 [Reserved]

§10.56 Canend.
A practitioner should preserve the

. confidences and secrets of a client.

§10.57 Preservation of confidences and
secrats of s clisnt

(a] “Confidence” refers to information
protected by the aftorney-client or

.agent-client privilege under epplicable
“law. *Secret” refers to other information
" gained in the professional relationship

thal the client has requested be held
inviolate or the disclosure of which
would be embarrassing or would be
dikely to be detrimental to the client.

{b] Except when permilted under
paragraph [c) of this section, &
practitioner sha!l not knowingly