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Opening of the Congress
by W.R. Norris

PIPA American President
October 9, 1985

It is my pleasure this morning to open the 16th Annual Congress
of PIPAand to welcome you all to this windy city.

In th", cou,:s", of this week, you will. see Chicago. and perhaps
visit some of its many, many highlights. Tomorrow night,you
will see it from the 95th floor of the. John Hancock Center
which isiust. next door; lights beginning atth", lake front
and extending to the Western horizon in all directions.

Thursday, we will travel through some of the surrounding
neighborhoods as.we travel to Lake Geneva in Wisconsin for an
afternoon of recreation and fun.

Chicago weather is always the topic. I think you have
discovered why it's called the Wihdy City.

I'd like to comment, too, on the sy111bolism I think PIPA
has to the Petoskey stones which have been given ..01110 as a
memento of this occasion. In their simple elemental form,
thestonesa~e souyenirs hunted by va9ation",rsinNorthern
Michigan near a :Little town called Petoskey, which is hpw
the. s cones happen tp "et;theirname , (This Ee3A<JI1.:i"aS'.101t'!JJ.y

--- --justnorthand-across. Lake MicIiigan--rromCiiicago1•
TIie memento is a polished fossil in the shape of a·mushroom
which is set on the rough stone itself, and as the artist
has .created beauty in the polished stone, so do we, as
Industrial Property Professionals, shape innovation to forms
that can ·be appreciated and used by humankind.

Let me summarize my thoughts .for the moment by reverting to
one of my favorite forms of expression, Haiku. So:

chicago Congress
PIPAMembers Rendezvous
Opening New Dbbrs

Working Together
Harmony and linity
Visionary Challenges

In

With that, I open the 16th rnt",rnational Congress<of l' I1'1\.;
again, welcome to you all.

At thi,;;pbiht, [Jr. Mif·une will give us a report of 198.4
Congress activiti",s of. PIP}\..
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Report on 1984PIPA Activities

Dr. Akira Mifune
President of the Japanese Group
October 9, 1985, Chicago

Good morning, distinguished guests and all the members
of the Pacific Industrial Property Association. It is a,great
pleasure and an honor for me to participate with you as
President 0,£ the Japanese Group in the opening ceremony of
the 16th International Congress of PIPA,and to report on our
activities in 1984.

First of all, .on behalf of all participants of the
Japanese group',' I would like to thank Mr. Norris and other
Organi'zingComrnittee members of the American group and to
extend warm greetings to all our American friends. This is
the first time that we meet in the middle of the States 56­
called "Great Lakes Country" moving from the East Coast.
Chicago is the' second largest city in the States rich in
heritage, and ~he Center of industries, commercial
distributions and transportation in this continent. I have
heard that i~ has been called "The host city in the State II

because ,of its at~ractivesceneryandstrategical importance
in business and "WindyCi~y1f. It is very app.rcpr Lat.e t t hati vwe
are invited here to exchange information and ideas relating
to, the,indus~~ia~ PFPp~rty system. We are alsq-pleased to
be welcomed by stormy rain which 'istp quite worthy ~noth~r

nic~nametlWiI1dyCity"..

~r0J:II anotherV~E:!~6int, i~ i,sanevent;'ofgr'e:at 5ig,ni­
fican~e~o havesuch'apeace£~lme~tingatthey~ar ot the
"fo~r~'ieth'-;an'ntvers'ary'o'f' the""end '''0£ '-World" war ,,;IT,"~iQ.dorder bj

find a way or'collaboration in the industrial develop'ment,from
our niulual' iri~erests.

Although there seems to be someuncom£ortable noises
in the bilateral economic r e Lae i.ons ,we are sure that, both
sides can manage them: reasonably and ami.cab Lyvbe f or-ec.Lonq and
needless to say, we are clearly outside of this noise as
before.

Today, I am very happy to introduce some of new members
from Japanese group who have joined us for the past ·one year
and, as a result, we have, .now 75 members in Japanese group.
And totally we can count 148 members.

The 15th International COIJ,gress of PIP1\./ which was held
in Sendai, North-East District .o f Japan",from,,7th to 9th of
November, 1984, was quite successfu1,and'l27r¢presentatives
~J1q,~q¢l~,fl,g,~.<?':ll~.(),lJserv~F~.from 1J<?t:~,the'U.S., ..an~."Ja~,a,n ...~~~~r~~~d
there. In addition to the iflfo~ma~iyeang in~eresting ,
presentation, boat tour thrbuQhMa'bsU:sh~ma"say '..National Park
was also a highlight, which ent'ertail1ed:, 'and', refreshed us very
much. After the PIPA Congress,PIPA America group also
refresh the talking with JPO, as a follow up version of PIPA
Am:eric'a group visit, February last year.

At the Congress, Mr. Shoji Matsui became the fourth
recipient of the P.IPA Award for 'his outstanding international
patent and licensing activities, especially in the
Pharmaceutical field.
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Th~ bigg~st ~v~nt inth~ last on~ y~ar was, n~~dl~ss

to say, that th~ Pat~nt Law .became ~ff~ctiv~ in Th~ P~O,l'l~ '5

R~public of China on April 1 ,19B?,. B~for~this, Leq.i.s Lat.Lon
of i ts Impl~m~nting R~gulati,ons was P"blish"d on January 19,
1985. Japan~s~ groupcollaborativ~lystudi~dit as w~llas

Pat~nt Law its~lf tog~th~r with Japan~s~Pat~nt Association
and s~nt manyqu~stionair~ and cOmm~nts to China pat~nt Offic~

in ord~r to clarify th~ d~tails, ~hich was follOw~dbyth~

visiting d~l~gation of JPA to the China Patent Office middle
of March and will be reported,later at thisc;ongress.
Altllough we still continue t0l'ay attention to <the future o~
this China Patent System and to do our ,effortassistingtheD\
to improve it into, more harmonized and well Cl"ITelopedlevel.
This 'event ,have enormous value and 'immeasurable influence in
the future development in the international transfer of
technOlogy as well as the industrial promotion in PRC.

For Japanese group, another big event was th~ Centen­
nial Anniversary of Industrial Property System. .rn the
presence of His Majesty, andover 2000 attendan"e. The
memorial,c"remonywas solemnl:theld at the,National Theatre
in Tokyo on April 18, where Dr.,J:0rda, Mr., Bell and Mr. Sll)ith
were invited there as the representatives of PIPA u.s. group.
;Fair ly big numbers of PIPA Japanese groul' members were
awarded for,their dedication to the development ofJaPanes~

industrial property system. '

On the other hand, trilateral harmonization among
USPTO, EPO and JPO took a big step forward to more practical
approach. Two official experts meetings were held in Japan
and the U.S., where the following several items were picked
up as the comparative subjects.

In WIPO, the heated debate arose as to the inter­
national protection forcOmputersoftwa.reand thegtace period
and both PIPA u.s. group and Japan group sent "onstructive
commerrt s respectively. In addition, Japanese 'group sent Mr.
Ozawa, Yokokawa-Hokushin Electric, as a observer representing
PIPA at the joint expert meeting of UNESCO and WIPO held from
February 25 to March 1 in Geneva.

1) Standardization of the application form

2) Protection of Biotechnological Invention

3) Unity of Invention

4) Examination Standard for Computer Software

6) Sufficiency of Disclosure

(U.S. )

(U.S.)

(Europe)

(Europe)

(Japan)



1,1). Japan, partial revi~i,?n.,?f:Japanesepatent,'Lawwas
legi.",latedoll May 29th. Certain: articles corresponding to
the reV'isionof PCT.becameeffective on October. 1st and others
relatillg to the introduction of internal priority system will
be effective on November 1st • I.llthis relation, the .1st.
committee of Japanese group will report later.

Last week, Japan Patent Association delegation to
U.S. '5. consisting of 30 members ,mostly PIPA members, visited
USPTO, ITC and CAFC. This was a return visit to the PIPA
delegation to JPO, in February, 1984"and.was coLl.abora'tLve Ly
supported by PHA American group , III order to under s t andvu , S.
patent sy",tem more deeply and precisely, we have exchanged
views from vaious angles each ottler. We once.again, wish to
convey our sincere thanks to you for your kindadvices and
assistanc.e to have had a fruitful meeting in Washington, D.C.

Finally, on behalf Of all members of PIPA, I wish to
expres~,our gr~at appreci.at.Lcn vco Dr~-Kar~Jqrda, "th~

presid~nt of the America" group during the year 1983-1984 and
served.as president of the whole association in 1983, for his
contributions to the world industrial property field,
especially in the U.S. and Japan.

Dr. Jorda, it is a real pleasure and an honor to
present this plaque of citation and. a gift as a tOken of our
gratitude.

Congratulations to you and Mrs. Jorda!



KEYNOTE ADDRESS

As a charter member of PIPA, I have observed over the

Thank you for inviting me to be your keynote speaker.

Robert B.Benson, President
The American Intellectual Property Law Association(AIPLA)

inhave madeyouthatprogressgreattheyears

developing a better, understanding of our respective

meetings in Japan about the advantages of the Patent

addressing this organization at one of the first PIPA

cultures, economic systems, and most importantly, our

Last

I can recallrespective patent and trademark systems.

Cooperation Treaty which had just been signed.

year, Marty Kalikow talked to you about a much broader

cooperation Ln the fo r m of Harmonization" of Patent Laws

in the industrialized nations of the Free World. In

between these events, there have been many meetings

awe vat ety of topics leading to, not only

future.

en nce-

our countries. Thus, PIPA has and continues to fulfill

and

Paris

laws

the

the

hadha ve

improve

We

totry

today.

toaction

brieflyaddress

positive

ment of these systems is the SUbject r would like to

The future of intellectual property systems and the

will continue to make significant contributions in the

the goals of its founders and I am confident that it

practices in the intellectual property field in both of

a better mutual understanding of the subjects, but also

Convention for over l-OO'yea.rs', .a n d the Patent Coopera-

tion Treaty and the European Patent System since the
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late 1970's. The success of these systems" b a sv c Le a r Ly

shown that cooperation among c oun t r Le s in the patent

field is not only possible--it produces good results

with no sUbstantial detriments to the systems in the

individual countries. In fact, in many cases, it

improves the systems in individual countries. Howeve r ,

there is much more that can be done to improve the

1. More can be done to make the procedures for

the preparation and prosecution of patent

applications easier and more uniform. The

situation. For example:

goal that was established at the Patent

Cooperation Treaty whereby the original patent

application could be completely prosecuted in

a single Office b e f ore any work is required on

a corresponding app icat on n at r coun r es

is still a laudable goal and should be

Cooperation Treaty procedures are a positive

step in this direction.

pursued. The recent changes in the Patent

-,

2. Further uniformity or harmonization in

substantive patent law is desirable, but

difficult to achieve in the short term.

well aware that there are certain

I am

major

problems in this area such as the "first to
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d n ve n t " v s , nthe 'fd.rs t : to file'! p h Ll o s op h i c a.I

dispute. However, ther-e ar-e other areas of

difference that could be a t a nd a r d.La e d in t h'e

interest of har-monization. FOr- example; a

u n d f o r mr.s t a ndar-d oo f Lnve n e t on (novelty,) .an d a

univer-sal agreement of what s ub j ec ti.ma t t.e r can

be patented could be >,agr-eed to with minimal

move forward step by, step and notwci.it until

all the issues are resolved b efore t ak Lnq:

action.

In this e r e a, we should continue: to

adverse

involved.

implications to the countries

.j n the ar-eaof enf:orcement of patents, 1 don·'thol'd out

ffiu'chhope for- ha r mo nLz a td on , En r o.r.c e men.t is r e.aj-Ly I-n

had more s c a n d.e.r dLz e t io.n. in :the Pate,nt Law Ln vv a rd ous

diffic,ult to control- or- c ha n qe v t h e n t he rs e te n t.vort t ce

rules or procedures. .This is·the :,:way t h a t-re a c h country

can maintain it's t re d Lt Lo n s of patent utilization while

enforcement of pa t e nt s.co ver a period of· t Lme,

inu n Lf o r md t y

aoweve r , if. ,w,e

moretoleadmightitc.ou ntr Le a.,

simplifying the granting -p.r o c ed u r es,
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me e td n q s where Patent Officials listen t o' the' legitimate

c o.n c e r n s of their cu s t omer s from foreign countries is

bOUhd to have 'a positive impact: on the patent system.

The tripartite negotiations presently going on between

the United 'States, Japanese and European Patent; Offices

"relative to automation and making the prior art data

bases of each Offic.e available .t o the other Offices; if

successful, is going to result in significant, impiove-

of

u .s ,

three

These

to cost' huridreds

When these automated systems are

is g.oing

the qu a Lt t y and reliability of the

Patent Offices. The automation of the

system alone

millions of dollars.

men ts in

involved

patent

fully operative, other countries aie likely to lean' more

heavily upon one of these established systems for t-he

examination of patent applications. It seems to me that

many countries in which a very h Lq h percentage of their

patents are also issued in other c o u n t z Le s makes the

Of-ficials from our Patent s Trademark Office.

The PIPA organization should be complimented on the

accomplishments that they have achieved over the last

fe~ years in the .a r e a of cooperation between patent

systems in our two countries~ I especially refer to the

meetings last year between patent practitioners in the

U~S. and the Officials of the Japanese Patent Office and

the r.e c e n t; meetings between Japanese practitioners and



economics of preservi'ng an independent system for

examining patent applications economically unfeasible.

It is my own pe r s o n a L b e Lie f that in a few yearst'here

wi'll be only three patent exa~ining systems in ~he 'fr~e

Office and the u.s. Patent and Trademark Office.

world: the European Patent Office, Japanese r e c e n'e

One of the taskstha:t this organization could undertake

is a greate'r effort toeducat'e- the developing 'c'()untri~s

about the advantages of maintaining a strong intellec­

tual property --'law-systedn which-shows great-er respect for

th-e pate'nt and technology rights of foreigners as well

as their own nationals. I don"t think it is any

c o Lnc Ld e n c e that the co u n t rte e having the st r o n qe s t;

e c o no my. in the free world also hav e the most highly

no easy way to leap-frog from a developing country to

one having a str'ongindustrialbase, but a 's t r o nqvp a t e n t

sYst'emwoi.lld clearly help acce-lerate that process.

There are new areas for us to explore; for' example,

recently a bill was introduced into the u.s. Congress

relating to the protection of inventions conceived in

space. The efforts to adequately define protection for

semLccoric u c t o r chips as evidenced

in 1984 is another area which needs further exploration.

-11~



In add i t Lo n , the problems that ar-e surfacing in

connection with the pirating of industr,ialdesigns has

op~ned another area where international cgoperation

wou Ld be he Lp f u L in giving effective protection t o.

Lnt,e,llectualproperty d ev e Lopman ts.

In areas of trademark.s, it seems to me .that there is

c ou n t r Le s , such as was c o n te mp Lete d under the illfated

'r rad ema r k Registration Tteaty. How,ever, I-am e nc.ou r e qed

that .theWorld tntelle,ctual Proper,ty Organization (~IPO,)

is c cn v e n Lnq another meeting of experts to again

-co.n a.Ld e r the po s sLb Lji t y of a Trademark coope r.e tLo n

T:reaty.

room f.o r Lmp r ov e me n t ,

never cou Ld u n d er s t a nd

renewals and payments

As a c o r p or a t e practitioner, I

why We could not coordinate the

of trademark fees in various

In conclusion, I ',urgeyou to continue your a c t Lv Lt Le svLn

advancing the legal systems for the protection of all

forms of intellectual property throughout the world.
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Sixteent.hInternational Congress

Pacific Industriall'rClperty AssocCiation
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Mitsuaki Sato

JETRO NEW YORK
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Good morning, ladies and gentlemen:

I am honored to make the opening remarks for the sixteenth

international congress of the Pacific Industrial Property

Association. Actually, I am standing in for Mr. Uga, Director­

General of the Japanese Patent Office. Under normal
)

circumstances, someone in that position welcomes the attendants

of this annual event and makes the opening remarks. This year,

however, Mr .Uga, the curr.entDirector-General, cannot do so

because he must be in Tokyo this month for the annual trilateral

patent conference, which, this year, is to be held in that city.

The trilateral conference is so-called, as you know, because it

gathers together the representatives of the Japanese Patent

Office, U.S. Patent and Trademark Of~ice, and the European Patent

Office.

I am at present President of JETRO, North America, a trade

arm of the Ministry of International.~rade and Industry, or MITI.

But like a typical Japanese bureaucrat I have served at a variety

of agencies, including the.patentOffice, where I was director of

the secretariat in 1976 and director of general administration in

1981. So I have some obligation to fill in for Mr. Uga. I might

add that I am very much interested in international issues

involving patent rights.

In April this year, Japan celebrated the one hundredth

anniversay of the institutionalization of patents. And I am

gratified to learn that the gathering held in Tokyo to

commemorate the event was attended by a good number of people

-14-



from the united States. As you know,. the' United States will have

the two hundredth anniversy in 1990.

Though Japan's history of patent protection is only half of

that of the United States, Japan, like the United States, has

been taking various steps to prepare itself for the 21st century

in this area as well. Among such steps are the acceleration and

increased accuracy in processing patent applications; improvement

in the use of domestic and international patent information; and

internationalization of the entire system.

More specifically, Japan is trying to deal straightforwardl~

with the fourmajor·.problems .any advariced nation faces: first,

the continuous increase in the·numberof patent applications;

second, the fact that technologies are· becoming evermore

complex, and so are the patents; third, the spectacular increase

in the volume of information to bef~/in.issuing a patent;

and fourth, asa result of. all this, the greater amount of time

······~_····...····ne'eded···t(FF>ro·cel;sia·pa·tetjt; ··The co,re ·oJE,jrapan'sprogram. to deal

with these problems·is computerization, the ultimate goal of

substantial part of the examiniationprocess willcontinueito be

private sector·for·a good portion of the patentprocessing·work.

Despite the all;'out effort to computerize the wholesystem,a

expected to be completed in 10 years.

Another part of the present program aims to turn to the

processing npaper~

last year, and it is

which is to make the better·part of patent

less." This paper~e1tleLieii project began

work, we are, among other things, asking the patent

-15-



applicants, both individuals and corporations, to be more'

'selective in their applications.

We are also making effort in other areas. For one thing, we

are trying ,to increase the'awareness among the Japanese of the

foreign systems of patent protection in general and the

importance of protecting well-known foreign trademarks in

.particular. For another, we are trying ito increase familiarity

with the J'apanese patent system. among foreign applicants.

Let me briefly touch on the international frictions we have

seen recently on industrial property •. The rapid advancement in

high technology and the conc6mitant increase in technology trade

in recent years have caused some disputes among the advanced

nations as to industrial property protection and management. In

an effort to reduce such frictions, the Japanese Patent Office

held "a series of international conferences to' increase knowledge

of.·the Japanese system among foreign applicants. One such

conference was held in February last year withrepresenatives of

21 U,S"corporations participating I another, held in November

last year, saw the participation of 11 U;S. corporations I and........_.,.J
still another was held in February this year forreuropean

corporations; Other conferences of similar nature have been held

with the American Chamber of Commerce in Japan. and the European

Business Council.

Of the requests for improvement received in these

conferences, those .that could be acted upon at once have already

'been responded to, while those that require legislation will be

-16-



examined by the Council.on Industrial Property. We expect the

Council to hear the views provided by.foreignpatentapplicants

during its deliberations.

The Japanese Patent Office is always open to everyone. As

part of its drive to internationalize itself, it is Plac;'f

special emphasis on the ·effort to harmonize with other nations~

the patent application procedures and patent management, and is

pleased to hear about any recommendatior that might aid that

effort.

Finally, let me express the hope that this Chicago congress

of the Pacific Industrial Property Association will be as

fruitful as it has been in the past.

Thank you very much.
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I had been looking forward to participating

MESSAGE

renewing many old frierdships.

is being held in Tokyo, ironically at the same time as your

from Honorable Donald J. Quigg
U.S. Commissioner of Patents and Trademarks

to miss this one.

C""'~in your progress and

observer, at several of your earlier Congresses. I ~m ~9rry

Mr. Norris, Dr. Mifune, Honorable Guests, Ladies and Gentlemen:

major patent offices to harmonize automation efforts and

procedures within the three offices.

aspirations, namely, continued cooperation between the Japanese

It has been my pleasure to be with you, both as speaker and

Patent Office, the European Patent Office, and the U. S.

Patent and' Trademark Office.

entirely in keeping within the spirit of PIPA's goals and

You~will be pleased to know, however, that myabserce is

PIPA Congress.

I am pleased to extend my congratulations to you upon the

opening of the sixteenth Congress of the Pacific Industrial

Property Association in Chicago.

You have been advised of the ~ooperative effort by those

This year's Trilateral Conference on Patent Office Cooperation



While Director General Uga, President Braendli of

and I are working in Tokyo toward patent office

you in Chicago also will be working toward continued

understanding and cooperation in the protection and transfer

of industrial property rights.

So while you are working in. Chicago toward the goal of international

cooperation, we will be working toward that goal in Tokyo.

I wish you success in your Congress, and I hope that I will

______..b..lLable to joinyou-ataLfuttire conqrese to'rel>orEonthe­

success of our common endeavor.
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~W IN ACCEPTANCE OF THE PlPAAWARD

iOCTOBER 11, 1985

!
~d feel deeply honored to be the recipient of

jln accepting this award, I would like to share

~bout some emerging new responsibilities and
I

act,1V,LI,;"'-____ jY:n~_wwisp: to -emphasi,ze, dut-Lng the coming

years. Specifically, I' believe that ~he,~IPA,organizat:ionhas now

achieved such great maturity and reputation, and PIPA's members have

achieved such great understanding and irifluenceiri'intel1ectual

property matters, that PIPA should consider undertaking a more active"

and sometimes leading role in the development, harmonization and use of

intellectual property rights throughout the world. This would

accelerate the>day that we are 'all: able to achieve the harmonized and

automated World Patent Sy~tem __ w~t:.h thr~~ madn. patent offices Ln. U.~.A_.-_,

Europe, and Japan - as described by Bob Benson in his keynote address

two days ago.

From ~~e ya,~tage_ po~nt ~~ ac~ive,paiticipafioriiri PIPAsiriceits:

inception 16 years ago, I have been in a good position to watch and

appreciate the evolution of PIPA. During its first early years, PIPA

was concerned mostly with organizational structure, the development of

interpersonal relationships between the American and Japanese groups,

and mutual education about each other's intellectual property systems.

During what I will call the "adolescent" years, from about the

fourth to tenth years, PIPA expanded the scope of its interests to also

include studies of the intellectual property systems of other emerging

countries, such as Taiwan and Korea, as well as the worldwide licensing

of intellectual property rights and the utilization of the PCT and the

EPC. Throughout theseltadolescent lt years the

dialogue between our two g~oups greatly improved, and inte~personal

relationships and friendships were further developed and cemented by

many business discussions and social events. However, the nature of

the PIPA organization remained primarily "educational ll and its role in

international forums was generally passive and reactive to whatever

intellectual property questions happened to arise.

~20-



During:more recent years, PIPAhas reached maturity as an

organization and isnowbegiiuiing t otpLay a more' active role :1.n

intellectual pz-oper-t.y-mat ter-svand to exert more -LrifLuerice upon the

actual Course of the, development of worldwide intellectual property

rights -- for example, PIPA's active opposition 'to any amendment of"the

P~ris Convention to include exclusive compulsory licensing ~Y

'developing countries, as well as the activities' of PIPA and its members

iriassistinginthe'de:velopment' dfthe "patent 'law of' the'Plople" a'

'Republic of China'-- and~ore' recently, the arr~rig~ment:by PIPA of

direct educational discussions between patent representatives of u.s.
industry and Japanese Patent Office officials. As one encouraging

by~product:of these discussions, we now have a worldwide thrust by the

entire international patent profession 'toward greater harmonization ~f

patent laws'.

It therefore'seems to me that th~ time m~yhave come for PIPA

affirmatively to accept and encourage its role as an active

policy-making body. The respective American and Japanese PIPA

committees could, in addition to their customary prepara~ion of

"educational papere", also regularly correspond in order to work out

sllpriIit'njoint'resolutions ,'to theBoardof'PI~A.which 'contain

proposals for advancing the development, harmonization and use of

intelie~tual'p~opertyrights. Moreover, once thes~tl~~int resolutions"

arepasserl'bytheBoard,both the American and Japanese members could

cooperate in the imp~ementation of,suchre~o~utio~s,throllgh their

representation in national and international org~niz~tions, as well as

by dLrec t influence upon (their l:'es~ective J?atent .of f Lces ,1~gi131,B:t~v~

bodies and other governmental agencies.

In this conn~ction, it should be evident that PIPA is un~q~e~y

qualified to embark upon this e~~anded,pol~~y~maki~~ro~e~ The U.S.'

and Japanese corporations represented by its membership hold a very

Large .pencant.agev, i;-fKnot'ie',a:"ma-jority,c,'o'f' aJ:I,,'<the' wo'rld"s 'pat'e~rit's':' The.

of the .:influential,:Japan; Patent .Assocf.arfon as "well· as ·:theJapane'se:

natiop.algroup, of AIPPI, while .rhe. U;.:S·•.. represeneacdvee "at-e-uaua.lIy

also.:memh~rs,'andofcen-offdcere , .cf ·theAmerican'Bar Association arid

the"Americ'an Intellectual Proper-ty Law Association as well' as the ,u.s:.

national group of AIPPI., known as the/International Patent:ahd

Trademark Association.
-21-



iion, the commercial and legal interests of both the

~apanese members are usually identical. As leaders in

~elopment, both the U.S. and, Japnese corporations which

t have a common interest in the sound development of
_______ .;... ~_,-Property protection.

Moreover, in view of today's problems in balance of trade, it is

very important for PIPA to emphasize the role which strongintellec~ual

property rights can play to legitimately protect the flow of trade in

newly innovated products and proc~sses.

As one specific example of where and how. PIPA could make ,such a

positive contribution, I would like to refer again to the subject

IIHarmonization of Patent Laws". As mentioned previously, PIPA was

instrumental in helping to arrange meetings between U.S. industry

patent rep~esentatives and Japanese Patent Office officials during

which the importance of such patent law harmonization has been raised

and emphasized.•

The USPTO, JPO and EPO have now included this subject of patent

also being actively discussed by patent associations in the V.S."Japan

and Europe. Periodic meetings are also being held on this sU~ject

between these patent associations and the three major patent ~~fices.

WIPO has also held a series of meetings looking toward possible

international treaties on certain harmonization proposals, including

the question of a uniform grace period, as well as requirements for

granting a filing date, and the requirements associated with the naming

of the inventor. AIPPI has also established a special Committee on

Harmonization of Patent Laws which is working closely with WIPO on

these and other harmonization proposals.

ijQwever, for the reasons which ~I have previously mentioned, PIPA

is probably one of the best qualified organizations in which such

harmonization proposals ought to be developed and promoted. The

American and Japanese groups could, workout agreed-upon proposals for

harmonization changes in both the U.S. and Japanese patent~ laws 'and

practices and could jointly urge their respective', patent offices, and

governments to implement these ~hanges.
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The· USPTO' andv.the. JP'O-'couldthen':;,a1'so:'promote :s~~lar baruontaacfon

changes .Ln-Buropean-paterrt law-'and'practice: ,duri-n'g\their trilateral

conferenceswith'the<EPO. PIPA coul-d: eIsovadvocare 'such agreed-upon

harmonization proposals 'and'vccmmonipoad t Lons iin· WIPO' -deLfbe'ratLons, arid

PIPA' membera-couLdwse vthed r .fnfIuence cttr 'orher-inatdonaL and

international intellectual property associations to bring about the'

implementation of such agreed-upon proposals and common positions. In

this way, PIPA would be making an increasing coner-tbutdoo.-eo ·the,·

4evelopment of the worldts patent system.

In this connection, I was most pleased and encouraged by the

excellent paper delivered by Hayashi-san ·concerning the problems which

foreign applicants have with the U.S. patent system. As Thompson-san

noted in his comments on the paper, the U.S. applicants likewise have a

list of problems which they have with the Japanese patent system. All

of these problems should be openly and thoroughly discussed and

agreed-upon proposals for harmonization eventually worked out.

However, it would be better, at first, to concentrate upon the simpler

procedural problems rather than upon the very difficult substantive

problems arising from the first-to-file vs. the first-to-invent

As just a few examples of the subjects which might initially be

covered by such agreed-upon harmonization proposals I would include:

(1) Uniform maximum requirements for obtaining a filing date.

(2) Uniform procedures and time deadlines for meeting all filing

requirements, and

(3) Uniform format for the disclosure on invention.

Ladies and gentlemen of PIPA, as you may appreciate, it is with

deep emotion that I accept this award and join my dear friends

Saotome-san, Banner-san, Matsui-san and Adams-san in this great honor.

PH'" .hasalways bada special place in my heart and has led to many

source of pride to both Saotorne-san and me, since we like to think of

ourselves as its two grandfathers.
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Since I;wil1-soon-be ,r.etiring .. from, the 'General':Electric-, Company,'

this award Ls. a Lsoia -most .app ropr-dat.e.rre t.Lrement, gift. However,::I::'do

hope to remain active,: :in'ima-tter:s, re.lating:to the .developmentof the

wot-Ldt.s patient; systems: and -look Jo.rwardfr,om time' to .time to continue:

to be able t o. at:tendfut,ure>PIPA .cong'reases cas a .kdnd of .ex-cffdcdo'.

member.,

-24~



The:USPTO:' and :the'JPO'"couldthen:a:lso"promote :similar ,harmonizat'Ion

changes. in European parent law: and>pr'actice"'duririg,their, t-rdLatera.L

conferences" with·;,the"·EPO~ PIPA':couTd' a Lsovadvocatevsuch ageeed-upon-'­

harmonization 'proposals'; and-comeonrpoadrdcna dn WIPO 'deliherat:ioris':,·' and

PIPA members-couId-uee 'their"influence'in"other natdona l and

international intellectual property associations to hring about rbe.. -.,~:"

implementation of such agreed-upon proposals and common positions. In

this way, PIPA would he making an increasing conerdbueton.tro trbe"

development of the world's patent system.

In this connection, I was most pleased and encouraged by the

excellent paper delivered by Hayashi-san ~oncerning the problems which

foreign applicants have with the U.S. patent system. As Thompson-san

noted in his comments on the paper, the U.S. applicants likewise have a

list of problems which they have with the 'Japanese patent system. All

of these prob~ems should he openly and thoroughly discussed and

agreed-upon proposals for harmonization eventually worked out.

However, it would be better. at first. to concentrate upon the simpler

procedural problems rather than upon the very difficult substantive

problems arising from the first-to-file vs. the first-to-invent

As just a few examples of the subjects which might initially be

covered by such agreed-upon harmonization proposals I would include:

(1) Uniform maximum requirements for ohtaining a filing date.

(2) Uniform procedures and time deadlines for meeting all filing

requirements. and

(3) Uniform format for the disclosure on· invention.

Ladies and gentlemen of PIPA, as you may appreciate. it is with

deep emotion that I accept this award and join my dear friends

Saotome-san, Banner-san. Matsui-san and Adams-san in this great honor.

I'IPA has always had .a vspecLaL.place in my heart and has led .to many

source of pride to both Saotome-san and me. since we like to think of

oursel~es as its two grandfathers.

-23-



.Sdnce I will ·soon,: be retir.ingfrom.the :Genera'lElectr,lc Company,:!­

this award; ,is: also a moat; approprdat.erre t Lrement; g Lf t, However , -L'do

hOPE:!. to. remain ac:tivein, matters relating r o the development of the.

:world'.s patent systems and look. forward .Er-om time t o. time .to continue

to be able to, attend-future ,PIPA .congreeees asa -kind;ofex~officio

member~

Thank .you .very- much.
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ADDRESS BY DONALD W. BANNER TO

PACIFIC INDUSTRIAL PROPERTY ASSOCIATION

"1984 Amendments to U.S. Patent Law and Proposals

for Additional Amendments"

The UnIted States is attempting to improve its intellectual

property laws in .order to strengthen incentives for innovation,

investment and creativity.

Last year theU~S. 'Congress made changes in our 'intellectual

property laws"which have been called the most significantsince,'the

adoption of, the 1952 Patent Act. There werenver 100 bills introduced

on intellectual property in 1983 arid 1984. and nine public laws that

were enacted by Congress contained provisions 'affecting' intellectual

proper t y,

beenreintroduced'this year~ Also, some new legislative issues have

emerged this year.

I would like to first review the highlights.of,last'year 's changes,

and t'hendiscuss':patent~ deg-islation 'which', might berenacced-Hnuo -law!iin

this year :ornext _year.

PATENT LEGISLATION ENACTED

Patent Law Amendments Act of 1984

Public Law 98-622 ,entitled the "Patent Law Amendments Act of 1984.n
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desirable.

Page 2

named in the earlier:application~

the inventors named in the application are the same as the inventors

the benefit of the filing date of an earlier appId.cat.Lorr.when not all

inventors engaged in team research. but some further change may still be

t.heseithree .sectIcns go'a long ,way:.to improve the ·:law as :It re1ates>:to

The' Pat.ent.: Law: Amendments Ac,t also made, a. related change in: section

a contribution to the subject matter to every ~laim ov the patent~

The purpose .of this provision. is to prohibit.theuse of

SubJect matter: developed by another person .. which'qualifiesas
prior art only under subsection (f) or (g) of section 102 ••.
shalL:notpreclude pat.ent.abdI'Lt.y under this section where' the
subject matter and the claimed invention were •.• owned by the
same person ..•

It amended section 103 of the patent law by adding a sentence at

pat.entcpaactLt.Loner-s andthey,are'>also:quite','complex. The changes in

makev.t.hev seme type orvamount rofvcorrt.rLbut.Lon, and,(3) each did not make

invention:,ofanother",team:,member.Related changes were :made in section

120 of Tit:1e 35. That section now provides that anapplfcant can obtain

did not physically work together.or at.the semetime. (2) each did not

now allows inventors to apply for a patent jointly even though (1) they

confidential technology developed. by one member.cof a corporate -or

116 ·of:-the patient; law,also:to facilitate"team'resE!arch~ Section 116

~niversity research~team,for ,being used to prevent 'patenting of the

new sentence at the end of section 103 reads as follows:

unpublished subject matter which is commonly owned. Specifically, the

the end which disqualifies from prior art under section 103 certain

Donald W. Banner
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I beiiEi~ve:it would have been better!f the amandmerit; to seetH," 103

which disqualifies subject matter under sections 10Z (f) and ('g) h6jj{'

prior art under< sect torr 103 had gone fur t.her' and' d i squaLifLed fr'bin

co'mmonlyoWned' paterrt applicatiC.ms~which"q'ualifyas prior art under

sectiohlOz eel ; The proble"~ "'itIl uhpublished prior art 'Would have

beeneoIved more completely'If 'then'ew"'sent'ellce' at' the::~rid''bi :settt'c)rl

103 had included a referencetosect:ion 102 (el:

In the" rush to enact thel~:gi.s:tati(m at the 'end' 'o'f'la'st year, the

legislative history was not made as clear as it might have been

concerning' ~he intent ofthe'chariges • For ihstance,'t'hEn:."e'wa's confusion

about: the 'need for 'changing 't'hePatent'andTra:d'ema~k'Offi~e:"s,)()l{cyon

double patenting re'Jections invoiving- 'two"applicat'iori's"\hth"c6rlkt6ri'"

ownership'blitdifferent:, "Inventive 'entitie's" .Th'e'legis'Iativ~hisfb'ty

...st"tes that Cohgressexpected thePateht. alle:! TrademarkOfiid.,'1:o

reinstitute the prac'tice ofrej-ectirigcfai.tIJ.s in "cO:mm6rtiY '6Wrlei 'pat erit

applications of different inventive entities on the "grourid, of double af

patenting;

This statement. in the":iegi~lat{v~'hist()rY"i~piiizlih~,;b~~~'~~~ the

amendments to sections 1()3. 116; and 1Z0 seir.n!:"hav'.,'n"thingto do with

double· piltenting. Nevert.heles~ when· the Patent and Trademark Office

adopted:' i ts regulations' "to implement the irk",:law,'" it"~fln6urtt:~d Tt; was'

changing itspi~'ac'tice on' doubIeipat.ent fng , This' topiccarile upYecent Ly

U.S.P.Q. 6.5J.(i98S};There the court riiled thatC"ngresshad

r'ea'ffi'rm'ing",'t-be"practl'ce: of r'ejecting ~'18;irn~''in' C'b~'6rii.;" oJn~d"

'appltcafions 'w'ith'dfffereht inventive erititieson'thJ:'gi()\J~d'o'f "do'Ub"ie

patenting, and said that it had been inconsistent with earlier court
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supplied. that are to be combined outside the United States.

The Patent Law Amendments Act also authorized parties involved in

patent interferences to arbitrate their disputes. This change parallels

a provi,sion that had been, enacted in ,1982 to~uthor~zE!.a,rbitrCition of

patent valid~tyand,infri~gem~qtin oth~r situations.

The Act also added a new section J57 to thi!.patent law to, establish

an elaborate system for issuing .statutory invention registrations. or

"SIR 1 s", SIR I s are for people who elect to" :filea patentapplicatipn

and then wa,iY'~.. ,th:~.ir," right~. co cbt.ain a.,p,at.~nt. ::rh~,9r~gip~~,~d~a:was

to provide an alternative to, pat.errt fng forgo\Te:rrunen,~,:..agenc Las ,

Subsequently the .bill was broadened to allo~. private se~torappJic~nts

to elect SIRls as welL I understand that the early statistics from .che

Page ~

decisions for the Patent and Trademark Office to have ever stopped

making this type of rejection anyway.

Turning now to other provisions of the Patent Law Am~ndments ~ct,

the act overruled the Supreme Court.'s 1972.decision in the Deep South

case. You m~y recall that the invention in Deep South was ash~imp

deyeintng machine. Components were manufactured in the United States by

a competitor of the patent ownerand.shippedtQBrazil in~ess than

c~mpl~tely assembled form. Final assembly, in Brazil required less than

one hour.

The Patent Law Amen~entsActpluggedthis loophole in the patent

1awwllich had allowed ccmpet t tors of patent .owners:to circumvent patents

by movi~g offshore to complete final assembly of the invention. The law

added a new subsection (f) to 35 .u.S. C. 271 .t.o make it infI"ingement to

Donald W. Banner
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to,"cibta:lri"£itle to':'Federally funded in"enti'onsthat'Congress gav'e: to

unfvat-s Lt Lea and small businesses a few: yeats ago"did not- pass4

In the trademark'area~ th~ most Impbrtant ~hange last year was the

"Trademark Count'erletting'Act of 19B4~" This legislation wa'-s passedTn

Par.errtiand Trademark Office sugge:st>SIR's are not being used very much

so far'. "eLt.her by government agencies or",hy pt-Lvat.e -app Lfcants,

The Act merged the PTO'sBoafd of Appeals and Board 'of Patent

Interferences into a new board called the Board of Patent Appeals and

Interferences'. The new board >came':irito be.'ing'fn'March. The'hew:board

hasauthorify tio-decdde issues of:pat'ent'abillt:yduring "Lnce'r'fe'rence

proceedings. Under the old law; ,,:theBoard'of Paten'tlnterferences

Lackedtaut.hor I ty 'to consider questions'ofpate.nta'bility when:det'eI1Ilining

priorityofirivention except when 'the pate.ntability issues were

considered to be "ancillary" to priority. The new law:ts'interided to

make '>', interfe'rences's'impler and,' less' cos t Ly,

Other 1984 AnIendments

That completes mysUmmafy of the Patent Law AnIendments Act of 1984.

I ,~~~,~1 m,E!h't:J()fl,l?"['i~,:f"l:ysOine 'Of the'lnainpr'ovlsionsfrom' a:;few'

other eight laws passed last:year'which affe-c::'fed il1tellectual pr-oper-ty',

One law' 'made' 'several miscellaneous changes rei'a'tfl1g'to :'goverrunent

'pab~ntp'o:iicy ~,;,:,that :is, the' -po'Idcy with respect' -t'o' patents 'on

!nventior{s:'ai-{s Lng'from"goveinm'el1t-Funded research. ;'The' 'legislation

repealed thefive:year "cap on:'thelengthof eJ(Clusivelice'nsesg~kl1tijd

by'tiriiversiiies'iI'nd'sm'a:ll bus'i.nes'ses"';'~h~n'they'Hcense invention's

're suLt.Lng Yr-om goverrDnent":fwided-research. The Iegis'1atihh'alsh'added a

r-aqu i r-emeritithat; preference be given'to 'smal'l'bU's!ness licens'ees. The'

T6riistandfngproposa!cto
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that is, can function'to

even if. the identity of that

thatma term ,can function, as a trademark

identify _. the source ofgoodsqr servfces

source is, unkno~.

The most significant legislation, reLat.ed ta,copYJ:'ights,.last:year

was the "Semi-conductor Chip Protection Act of 1984. If S.tr.ictly speaking

thrs is not, copyright legislation. It. takes the form of a separate

act provddes a:ten year term of peot.ect tcn for ltmaslc:works"and allows

competitors to ~ngage.in what is called ur~verseeng:inee~.ing- II

The law,:containingthe;~h~pPt-otect.Lcn-Act; also had a title called

"Federal ~,o\lrts __ Imp rovemerrts.. u,That,;titlemade several technical

changes, including some affecting the Court of .Appeals for the Federal

Circuit. It eliminated th~:req~~r~en~ tha~ a partYo~aking an appeal

from. the ~ptent and Trademark Office tq the Federal Circuit in patent

cases must set .fo'r-th "reasons ofapp~a~.11 It,a~~o,gave.~he Feder-a L

,G.!,t:c;,ui,t""Ju~J.s,d~,c:t_i.qI! ,\,oy~,I' ;,fl1;_~~!~Fu~~r=t appea La ,iI?Y:?tY;l}8

ques t Lons 9{.la\ol:wh~~the subj ect, matter, of the a.p~eali.,s within the

Federal Circuit's jurisdicti~n.

Finally, . the T"ade and ,'1'a".iff Act of 1984. ",as enacted ",ith several

sections ~a~ing_speFif;c ref~renc~ to the pro~ec:tion>o~·V~~.

an .effor-t .to ,s,temth~," epidemicof-counterfei ting pfpro,ducts bear Ing

registered tz:ademarks. Estimate~ have been made th,at An)erican, companies

have beeniLosIng severe I billion do l Lars of sCilesa yea,r,because of

counterfe itLng •

,Anot~er,piece of tradem~rk legislationov~rruledthe Ninth

Circuit's test for gen~~icness0~~ichwasp~t,forthin the Anti-Monopoly

case. The legislatio.n in' essencevemended .t.he Lanham Act to make,clear

Donald,W. Banner
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intellectual property right,S . The act calls on the U. S. Trade

Repres~nta1:ive,to icientify Inst.ances.. of Lnadequat e an4Jl1effectiv~

protection of ~nte~lectual prop~r~y,rig~t~in fore~gn ~ountries. The

Trade, Repr-esentat.Ive is to makecen assessment of the intellectual

proper t y laws of our . trading partners-dn .connect ton with 'tlle next; annual

report known asthe:National Trade Estimates. The act,al!;;e> requires

adequacy of protection for intellectual pr()pertyr,ights in.,de~el()ping,

countries to, be taken into, account when determining whether deve Iopdng

countries are ent ft.Ied to tra,de:benefits, under the:generali.zed, ,~Y~.'tIl!llJ, of

~r~~erenpes.,'

LEGISLATIVE ISSUES FOR ,1985 AND 19,86

Despit~the Lar'ge mumber of. me:as:t1t:'~sPClssl!.d.last",-y~ar•.: there are

s.everal ,:~,?;~t:,~±~S1:.,p;~.tPI.~p,e,~FY ;bJJ,l.,p~mJ.ing:.i.:rt,;G9Jlg;t;~s..s;,:ag,ain, "this;;year..

Some of t hese care ,,,left over" Jro;m" last year and some are new.

One ,.,ofthe .mos t impqrta~t,:,,~e:fto~ers.i,s .the "pro,cess patent

legislation. This is the legislation that wcu Idjnake it infring~ent .of

a, procas s patent to import. Jnto the lJni,ted, States or to use or sell in

the United ,States a p;toduct made:?yerseas,by~he~a~e~tedp~ocess. The

Leg i s Lat.Lon Ls intended to keep compl:!~itor!i from ,ayqidil1g the,patent ,1:lY

moving offshore for their manufacturing.

Similar legislation has been proposed in the past. It was

recommended "by the 1966 Pres'ideritiaTCommissl6n on tile .,Patent

and even earlier. The proposed leg~slation would put the U.S. patent

law e~sentially on a par with the patent laws of many of our trading

partners.
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So far this year t.votb Ll Ls have been introduced on process p'at.ents ,

In the 'House of Rep r esenta t Ives , Congressman Moorhead haa-Lrirrcduced

Page 8

More recently, at the end of July,Senator-MathiasH.R.1069.

Donald W.:'Banner

c'cA major b-il-1·.-that,·,has-,been ..introduced"in--theU.S

recently is S. 1647, Senator Lautenbergls proposal to amend section

337 of the Tariff Act. The bill is called the "Intellectual Property

Rights Enforcement Amendments of 1985. 11 Senator Lautenberg introduced

it on September 13.
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Section 337 of the Tariff Act is the section which authorizes the U.S-~

International Trade Commission to issue exclusion orders to prevent

importation of articles into the United States in certain

circumstances. S. 1647 would eliminate the requirement for patent~

trademark and copyright oWners to shaw that the importation would

Ildestroy or substantially injure" a U.S. industry. The bi'lll also

eliminates, for patent. trademark, and copyright cases, the need to

establish that there is any llindustryll larger than the patent.

trademark or copyright owner itself.

In addition, the bill would eliminate the requirement to prove that

the industry is "effici.ently and economically operated ll
• The bill

would also make a number of other changes 'to strengthen the relief

-ravad.Lab Lecundet- section:]JY',:'including "requfr fngt t.he ITC'to "act within

90 days on any application fora temporary exclusion oruer.

According to Senator Lautenberg, S. 1647 is not a substitute for the

process patent bill. S. 1543. He has stated that he believes the two

bills complement each other, and that both are needed.

S. 1647 is complicated legislation. Most members of the U.S. patent

bar have not yet had ~e to study all the details.

b~J+ th~t ~pp,~~tS tob~ non-uont.rover s LaI is S--.'1230,," introduced

to imp~ement Chapter II of the Patent Cooperation

Treaty. Chapter ~+) of ~oyrse. deals with i~ternational prelimin~ry

exaci.ina t Lon 'of patent app Ldca t Lons, The9ill mayb~apprpye(i:by the

Senate Judiciary Committee soon.
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Senator Mathias has also introduced S. 1093 to extend patents to

compensate for delays in obtaining marketing approval from the

Environmental Protection Agency for inventions in the agricultural

chemical field. This legislation is similar to the patent term

extension bill for drugs which passed last year.

A hi~hly controversial matter this year has been the legislation to

authorize appropriations for the Patent and Trademark Office for the

next three years. The House of Representatives has already passed a

bill, H.R. 2434. The House-passed bill and a Senate bill recommended by

the Reagan Administration, S. 866, are currently pending in the

Judiciary Subcommittee.

Intellectual Property Owriers, Inc. and other private groups :h~ve

strongly opposed the Administration's proposed cut of $16.9 million in

ptiblicftillding for the Office; The private

maintaining and improving the quality ofpatent,ex~ination,performe~:by

the Patent and Trademark Office. The bill passed by the House restores

the $16.9 million also adds to the various provisions supported by the

private sector relating to PTO fees and automation of the PTO search

files. H.R. 2434 limits the amount of future fee increases, prohibits

the Office from charging the public for access to the patent and

trademark search rooms. and prohibits spending user fees to fund

automation projects. Finally, the bill prohibits the Patent and

Trademark Office from entering c~rtain--~xchange-agreemerit:Swith private

companies relating to automatic data processing.

The Patent'andTrademark Office authorization legislation is

expected to be reported out of the Senate Judiciary Committee irithe

near future.

Donald W. : Banner



Donald W. 'Banner Page 11

Senator Metzenbaum'has introducedS. 1358 to 'authorize the U.S.

Department of Justice to challenge' patents incourt-wht!n,owners fail to

file interference settlement agreements in the Patent and Trademark

Office. This legislation would overrule the Third Circuit decision of a

few years ago in' the FMC case, which held: that the Justice Department

lacks standing t.oicha L'lengevpat.ent.s for failure to file-settlement

agreements.

Another. legislative proposal relating to : interference' .se t t.Lement;

agreements, which was considered last year and might be considered

again, is a change to make it .eas Ler. to -excuse an'-inadvert'entfailure:'to

file a settlement agreement in the Patent 'and Trademark -Office~ Last

year ' s proposal would have changed thet~ Inadvert.ence't vst.andardvt.c

"through error and without deceptive intent. 1,1 The legislation also

;:w'9.1J,,1.4 ,.. have e.liminated the ,,:,5 ixmont.h , t dme .. l imit.ccn ..:the ",Office's;

discretion to:excuse:failureto file a settlement;agreement.

Another' Le.f t.:' over item on which a bill'has not yet been introduced,

but may be, is the proposal to modify the doctrine of the Supreme

Courtt s 1969 decision in Lear v~_Adkins. Before the Lear 'case','a

licensee was "estopped" from,questioning thevalidityof'a patent under

which he was licensed. Unfortunately the Lear opinion and subsequent

lower court Irrterpret.at Ions- .Lef t .rthe licensor in an 1.1nfair bargaining

pos i t.I on, The legislation which may .be consddered.it.ht.s year would

at.t.e.ll!llt to restore .an .equLt.abIe balance the licensors

and Lfcensees. Thelegisla.-tionwhich .mey .be considered again this'year

would ,attempt to restore an' .equdt.abIe balance ::between the rights of

licensors and licensees. ,The .LegLs Lat.don wouLd-eLlow.rt.he parti_es -tc

negotiate an agreement (1) giving either party the right t octermtne t e
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the license in the event of a validity challenge and (2) obligating the

licensee to continue to pay royalties during litigation if the license

was not<terminated.

,The Reagan Administration is expected, to propose again this year

its legislation to eliminate the judicially~cre~te'dpatentmisuse

doctrine.' Under the misuse doctrine patents, are held unenforceable

because of practices which courts consider improper even when~the

antitr.ust Laws -are not violated . The Administration 's legislation would

make the antitrust laws the sole standard for judging whether -licensing

practices are improperly anti-competitive.

Three related bills havebeen;introduced relating to transfer of

technology from Federal laboratories. These are S. 65, H.R. 695, and

H.R. 1572. These bills as initially introduced contained-a provision

requiririg'th.it iriveritors employed by the

least 15 percent of the royalties when the government licenses a 'patent.

-This provision has evoked opposition. I 'understand that the bills are

being t:'evised.

Copgressman Moorhead has introduced H~R. 1900,to provide copyright­

like protection for industrial designs~ This legislation has been

introduced in each of the --last several Congresses. There is some reason

to believe it might, garner more support this year.

Congressman Kast.enmeder.; the Ghairman of, the Hous'eJudiciary

Subcommittee,which,has jurisdiction,over:patents,. trademarks and

copyrights, has held a hearing on H.R, 2725, a bill which provides that

activities occuringona -U~S. space vehicle in outer space would be

treated as if they occurred in the United States for purposes ,of U~S.

pat.errt. law.
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*' * *

Page 13

As you can see, the legislative ,agenda is a-busy one. Itds too

early to predict with any certainty which items are likely to pass.

There is wide-spread support from industry and the patent bar for the

process patent bill and some of the other measures.

For the most part, I believe the'legislationenacted last year and

the propos a Lscbedng .constdered this ,year, are improvements which, will

strengthen U.S. patent law.
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It has rpass ed fifteen years since .Iapanes eJPa't errt Law

Article 29-2 became effective. Among those decisions Tokyo

high court rendered based on the article are fouridsollle

interesting casesj udgements with regard to the sufficiericy of

the invention disclosure as an anticipatory prior art.

The first, the invention to be cited should be completed, that

is, the completeness of the invention cited as a prior art may

be an i~sue wheher or not it could'be a 'prior art. The

second, it is s hownvt ha t themoreobj ec t Lve iLog i.c has 'been

recently necessary when the reasoning "substantially

identical with the prior art" is applied in the examination.

I. !,orward

In case that the invention of the present application is

considered to be unpatentable over the prior art cited by the

Examiner, the applicant may question how 'sufficiently the

prior art is disclosed in connection with the invention, and

whether or. not the invention is truly unpatentable thereover.

This question is particularly of importance when the invention

of the_present invention ~sconsidered to beCid~nticalor

substantially identical with the prior art. Aside'from a case

where the invention'ofthepr~sent'appli:2at16nis L clearly

identical with the prior art, a detennination of whether or

not the invention is "substantially identical" with the prior

art appears to be controversial. The Manual or Patent

Examining Procedure by the Patent Office provides the criteria

for "identical" as well as "substantially ideritiCal"'by war of

example. However, the issue of "substantially identical" is

always raised by respective cases.

The number of cases where the decisions are given on the

grounds of "substantially identical" has increased, especially

since Article 29bis of'JPL is added by the Patent Law

Amendments Acts of 1970 {May 22, 1970.) To this end,the

srifficofdisclosure in 'the

It be mentioned that the issue of "identical" and

"substantially identical" is raised in case of Article 29 ,

Paragraph I and Article 39 of JPL as well as Article 29bis of

JPL.
It has been fifteen years since Article 29bis of JPL was
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added. A number of decis ions have been given on the grounds of
"substantially identical" under Article 29bis of JPL in
cormec t i.on with the issue of patentability.

The cases where the test of patentability is directed to

"substantially identical" will be analyzed below . The

sufficiency of disclosure in the prior art is discussed in the
~vent that both inventions at issue are decided to be
substantially identical, and that the prior art is not
sufficiently disclosed.and is considered to be incomplete, and
thus, can not be .used at a reference.
n. Comparison of relevent Articles in the cases

There will be analyzed the decisions given by the Tokyo

High Court and the.Supreme Court since 1975 where the issue of
"identical" and "substantially i derrt i ca L" is raised in connection

with Article 29, Paragraph I, Article 29bis and Article 39.of
the Japanese Patent law as well as Article 3, Paragraph I,
Article 3bis and Article 7 of the Japanese Utility Model Law.

1. Summary of the Decisions
Attached Iier e t o is a list of the decisions, showing. case

IllllRber ,brief. summary of the decisions, "identical"
"subs t arrti al Ly identical" and applicability of prior art.

2. Tendency in cases
(1) Tendency of application of "substantially identical"

In these cases, the followings are statistics in respect
of cases where the issue of "substantially identical" is raised.
Article 29, Paragraph 1 of JPL 19% (10 out of 53 cases)
Article 29bis of JPL 50% (9 out of 18 cases)
Article 39 of JPL 291 (7 out of 24 cases)

(Note: see Attachment)
As is clear from the foregoing, the issue of "substantially

identical" is raised more in the cases where Article 29bis of

JPL is...app.licable. than .i n ..t.he.o;:her ..clls.~s .•.
It is assumed that this is' due tot.he character of

Article 29his of JPL per se.
Article 29, Paragraph 1 of JPL is applicable to cases

where the invention of the present application is considered
to be identical with the prior art already known at the time
of filing the same. If not identical ,however, when the
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invention of the present invention may readily be made on the

basis of the prior art and other related prior art, the

invention may be considered to .be unpatentable under Article

29, Paragraph 2 of JPL. Application of Article 29bis of JPL

is limited to cases where an invention disclosed in the

specification of an earlier filed application, which has not

been laid-open at the time of filing the present invention,

is identical with the I'resent invention. Accordingly; when

Article 29, Paragraph I of JPL is applicable, namely, when the

prior art is pUblicly known, the inve'ntion of the present

application may be rej ected as being obvious (for lack of an

inventive step) over the prior art in view of other related

prior art, even if the invention disclosed in the prior art is

assumed to be substantially identical therewith. This is

intended to avoid an unnecessary issue of whether the decision

is proper or not. It will be noted that Article 39 of JPL is

applicable only to cases where the invention of the present

application is identical with an invention-claimed in an

earlier filed application. To t h i.s end, since Article: 29bis

of JPL is added. upon Amendment, such a case hasbeenlilllited

where, a, rej ecticn-of an application requires'application of

Article 39 of JPL.

Thus, the issue of "substantially identical" is of

importance in cases where Article 29bis of"JPL is applicable.

It should be mentioned that specifically as today, the harder

the technical competition, the greater the application of"

Article 29bisof JPL, al1dthatthe test of "subsfantially

identical" will be more significant in patent practice' than

ever.
(2) Test of identicalness

As is clear from summary of the decisions given in the

respective cases, there is no difference between the respective

Articles of the JPL in conne c t f on with 'the test arid criteria of

ss" inclusive of "substantially identical". It is

understood, therefore, that the test of "identicalness" by:the

Court" does not differ from the standards for "identicalness" by

the Japanese Patent Office.
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(3) Sufficiency of Disclosure in the Prior Art
The sufficiency of disclosure in the prior art has rarely

been discussed. However, there are some valuable cases
requiring that "the invention of an earlier filed application

be complete." Heretofore, the completeness of prior art has

not been discussed at great length, but attention should
henceforth be paid to this matter from the standpoint of
patent practice. This will be discussed in paragraph III in
more detail.

(4) In view of the importance of a determination of whether
an invention claimed is substantially identical to an
invention already claimed, the practical points therefore will

be analyzed.
Most of the decisions stating that inventions cpmpared

are substantially identical under Article 29, Article 29bis,

or Article 39 of JPL are made on the grounds of' "difference in
constructional features therebetween." In recent cases,

however" conclusions tend to be drawn after the differences
between the prior .art and the invention in question are

analyzed.at great length. Therefore, this will leter be
discussed in paragraph IV with attention paid to its
m. Requirements of the invention as are prior art to be cited

1. The following inventions quality' as prior art.
(1) An invention which was publicly known.

(Article 29 ,Paragraph 1, Item 1 of JPL)
(2) An invention which was in public use.

(Article 29, Paragraph 1, Item 2 of JPL)
(3) An invention which was described in a printed publication.

(Article 29, Paragraph 1, Item 3 of JPL)
(4) An invention (or device) which was described in the

specification or drawings as originally annexed to another

..• ...patent;.. ( o.r...utility .mode.L)...aPPlicat ion.
(Article 29bisofJPL)

(5) An invention which is identical to an invention of another

application.
(Article 39, Paragraph 1, Item Z of JPL)

Z. Examination in the Japanese Patent Office
The Japanese Patent Office has acknowledged that "the

Standards for identicalness of Inventions" are not applicable
-44-
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to cases where an invention defined in a reference cited is

incomplete. Namely, none of incomplete inventions quality
as prior art.

The following is an excerpt from "the Standards for

Identicalness of Inventions" prepared by the Patent Council on
patent examining standards on August 24, 1977.

Title: the Standards for Identicalness of Inventions

(1) Remarks
1. Applicability of the Standards

(i) The Standards are intended to determine
as to whether or not an invention claimed
in one case is identical to invehtion
already claimed under Article 29 as well
as Article 39 of 3PL.

NOTE: A description of the Standards is
mainly directed to the test of

indenticalness of inventions under Article
39 of 3PL, but the Standa.rds vare
appropriately applicable to cases under

Article 29 of 3PL.
------ -- -------,- ----- (ii,),Onlrtheidenticalness 'of' -invetrtidrrs

is mentioned herein, but identicalness of
utility models as well as between an
invention and a utility model is tested
ina simdl a r manner.

(ni) The Standards shall not apply to any

incomplete inventions.
3. Cas es

There are only a few cases where the incompleteness of

prior art is discussed,but the judge's point of view is shown
therein.

(1) In the case of Showa 57 (Gyo Ke) No. 79

The Court holds that the present invention is identical
with the invention of the earlier filed application, although
the appellant alleges that the invention of the earlier filed
application is incomplete on the grounds that only a few
embodiments 'are described in the specification of the earlier
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filed application,and that the magnetic properties is low.

(ii) Reasons for the dec i s i.on

Six embodiments are shown, but are not sufficient.
However, magnetic alloy including added elements other than Ta

is disclosed and the magnetic properties thereof is also

shown. Further, there is no evidence showing that the
invention has not been completed at the time of filing the

earlier application. It can not be stated that the invention
of the earlier filed application is incomplete since the
embodiments described in the specification and drawings are
few in number. It should also be mentioned that the invention
is complete as far as the magnetic properties are concerned.

(iii) Comment
It is decided that the invention of the earlier filed

application meets the disclosure requirements at the time of
filing of the same and is considered to be complete. It is

shown that an invention of an earlier filed application is

required to be complete as a prior art.

(2) In the case of Showa 41 (Gyo Ke) No.76
(i) Summary

The appellant states that the invention of the earlier
filed application is incom~lete and can not be used as a
reference. However, the Court holds that if an invention of
an earlier filed application is found defective, the invention
is only subject to rejection or nullification, but still
qualifies as prior art, and that the present invention is
identical with the invention of the earlier filed application.

(ii) Reasons for the decis ion

The appellant states that an inventive concept in which
glycine copper is an active ingredient in the invention of the

earlier filed application, is shown for the first time when

an .amendment; . is. fiJ",ci.of\ J,Iovemperl:2,19]5..
the appellant acknowledges that it is publicly well known, at
the time of filing of the present application, that the glycine
copper belongs to organic copper chloride. To this end,itis
pointed out that the above statement is unreasonable. The
appellant also states that the invention of the earlier filled
application is incomplete. It is decided,however, that even
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ty) of a successful invention
unsuccessful invention of an earlier

patentability
should not be negated by an
filed application.
(ditto)

(3) With regard to Article 29bis of JPL, Goto states as

if such statement is true, the invention is only either rejected

or nullified, but still qualifies as prior art.
(iii) Comment

It is decided that if an invention of an earlier filed

application is incomplete, the invention is subject to either

rejection of nullification, but still qualifies as prior art.
It is understood from this decision that an invention of an

earlier filed applicatiqn is not required to be complete.
It will be noted that requirements for completeness of and
invention and the relationship between an incomplete invention
and amendment are not discussed hers in. This decision appears
to be controversial in that it is not clear whether the
invention of the earlier filed application qualifies as prior
art since the present invention is considered to be
substantially identical therewith in view of the known matter
in the art.
(3) In the cace of Decision by the Supreme Court 1983 August 9.

The decision which invalidated the patent is reversed

since an unsuccessful invention was erroneously recognized as
a successful one in the decision.

("TokkyohoGais etsu" by Yoshifuj i, page 49)
(4) Even in the few cases as above, the determination of

whether "completeness" of an invention of an earlier filed
application is necessary appears to be inconsistent.
However, it is obvious from the latest Tokyo High Court

decisions that an invention of an earlier filed app Li ca'tf.on

is necessary to be complete.
4. Academic theory

According to the academic theory, it is required that an

invention of an earlier filed application be complete.

(1) Any prior art must literally be complete to negate the
novelty of filed

follows:
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It must be an invention or a utility modeL

described in the specifica~ion and
drawings that negates the patentability

of an invention of a subsequently filed
application. Also, when a divisional
application is to be filed, features of
the invention must be fully described

in the earlier filed specification and
drawings so that the divisional
application is entitled to the original
filing date thereof. The so-called
incomplete invention is irrelevant to
the. invention as herein set forth.
In the event that temperature
characteristics need be described to
disclose certain material, if such

properties are not described, even if
other properties are described, the

. disclosure of an invention is considered
to be insufficient.
(Chuka L'Pokkyoho VoLvl, page 185)

(4) It should be understood that an invention of an earlier
filed application citable is neces s ary to be complete, in
other words, features of the invention must clearly be
described so as to enable any person skilled in theparti~ent

art readily to make and use the same.
(REMARKS: Article 29, Paragraph 2 of 3PL specifically states
as follows: "When an invention of a patent application is

identical with an invention or device described •.•.••.• '.' .• "
It ·is to be understood that the expression "an Lnven t ion of a
patent application"·is used to mean the feature of the
invention as defined in the claims ee Article 65

" ,-' ..- ,... ,.~ .
3 of 3PL.) When an invention of an
is described in a specuLat Ive or suggestive manner, it is
believedthat such invention does not qualify as prior art to
negative the patentability of subsequently filed applications,
However, this should carefully be dealt with, otherwis e, such
patent requirements become meaningless.)
(an excerpt from "Knowledge about Patents" by Takeda, page 167)
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5.•• ·Consideration
(1) It is obv i cus f.rom the foregoing cases and academic

theories that any prior art used as a reference must be. in

complete fom.

(2) However, conditions for completeness of an invention is
not necessarily clear.

(3) One.of the foregoing cases,Showa 57 (GyoKe) 79; will

again be discussed below.
With regard to the alloy depicted in

the claims, a method of making the alloy,
and composition and magnetic properties
thereof are described in the detailed
description of the· invention and drawings
contained in the specification of the
earlier filed application; The claims
appear to particularly point out and

distinctly claim the. subject matter,
and to confom to the detailed description
of the invention and drawings. It.can

not be recognized. that the manufacture

technicallyimposs.ible. Therefore,the
invention .of the earlier filed application

is fully disclosed in thespecific:ation
and is thus considered to be complete.
Also, it cannot be concluded rha.t an
inveniionofan earlier filed application
is incomplete on the grounds that only a
few embodiments' are described in the

specification and drawings.
It is understood ,from this decision that if an invention

of an earlier filed application is des·cribed. in the detailed
description of 'theinventioii and'·drawings in "such a manner as

erc1nenc art to make and
use the same, the invention.isconsidered to be complete.

(4) Academic theory in connection with conditions for
completeness of an invention will next be considered.
Haruo Goto states that when a divisional application is to be
filed, features of the invention of an earlier or parent
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application must fUlly. be disclosed in the specification and

drawings in order for such a divisional application to be
enti t l ed to the original filing .date thereof, and that the

so-called incomplete invention is irrelevant to the invention

as herein set forth.

Takeda also states that it should be understood that an
invention of an earlier filed application needs to be complete,

in other words, features of the invention must clearly be
described so as to;enable one skilled. in the pertinent art to
readily perform the same.

It is recognized that the foregoing theory suggests that
an invention be disclosed in such a.manner as to enable one
skilled in the. pertinent art to perform the s ame,

The following paragraphs are directed to the question of
incompleteness of an invention and of inadequacy of a

disclosure in respect of an invention as set forth in Article
Z9bis and Article 39, Paragraphs I and Z of JPL.

There are essential differences between
the incompleteness of an invention and the
inadequacy of a disclosure in a patent
applicatioll (Note; see ArtiCle 36,Paragraphs
4 and 5.) !tis of the. reason that no
amendment is made to. complete an invention
of a patent application, which is· considered
to be incomplete, since it extends beyond
the content of the application. On the
other hand, an amendment may be made to
complete the disclosure. Thus ,·whether an
invention of a patent application is
considered to be incomplete, or is not
fu Lly disclosed in the specification,
largely effects thepossibi~ity of
entering amendments. Furthermore,it
is relevant to the validity of the invention
of the earlier filed application, in case

of Article 39 of JPL.
(an excerpt from "Knowlegde about Patents"

by Takeda, page 60)
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In respect of an invention of an earlier filed application
as set forth in Article 29bis of JPL, it is not clearly stated

in the law that an invention described in the specification
and drawings, which is irrelevant to the claimed inVention of

the earlier filed application, qualifies as prior art. The
Japanese Patent Office may use such an invention as a
reference. However, it would be practical for such a case,

if 'any, to be limited to cas es where the inventions in
question are technically related to the claimed invention to
some extent.
(an excerpt from "Tokkyoho 2akkan" by Miyake, page 100)

As mentioned, it is recognized that the foregoing theory

suggests that an invention be disclosed in such a manner as
to enable one skilled in the pertinent art to perform the
invention.

(5) Definition of the Invention

(i) As defined in Article 2, Paragraph I of JPL, the term

"invention" means a highly advanced creation of a technical
idea on the basis of a natural law. It is understood,
therfore, that this definition is applicable to inventions

aSset forth in Article 29, Paragraph I , Items
29bis and Article 39, Paragraphs 1 and 2 of JPL.

~i) Each invention as set forth in Article 29bis and Article
39, Paragraphs 1 and 20fJPL is an invention of another patent
application and is thus considered to be an ivnention capable
of industrial application.

(:iii) An invention as defined in the Japanese Patent Law may be
illustrated as below.

invention (Article 2, Paragraph I of JPL)
c-r--invention capable of industrial application

(Article 29, Paragraph I of JPL)
patented invention (Article 2, Paragraph 2 of
~JPL)

upon interpretation of an il1vention as set

forth 'in Article 2, paragraph 1 of JPL.
CD An invention is a concept and is, therefore, naturally

in abstract form. At the same time, however, such a concept
must be embodied to achieve the objects of the invention.
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That is, it may not necessarily be embodied forthwith, but must

possitively be embodied at least in the future. (an ~xcerpt

from "Tol<:kyoho Gaisetsu" by Yoshifuji, page 51)
@ An invention as defined in the Patent Law ia a creation

of a technical idea. However, being such creation requires not

only an idea itself but the embodiment thereof. Th.e present
case of·an ma~hinery invention embraces a question of
insufficient disclosure or scarcity of a requried embodiment
as a machine. In this case, therefore, the invention can not be
considered datisfying the law requirements.

(High Court, April 27, 1976; excerpt from "Knowledge
about Patents" by Takeda, page 63)

~ An i~vention involves a creative idea relating to certain
technique on the basis of a natural law. rtis required,
however, that in consideration of the spirit of the patent

systems, the invention be intended to enable anyone having

ordinary skill in the art to which the invention partains to
perform the same repeatedly so as to achieve its objects and

obtain technical effects. (Japanese Supreme Court in the
case of "Nuclear furnace" .(De~ember 8, 1969); excerpt from
"Knowl.edge about Patents"by Takeda, page 46 to. 47 and 5.8 to

(v) In connection with. the. inventions asset. forth in Article
29, Paragraph 1 of JPL, the following is a list of disqualified
inventions in .accordance with "the Standards of Qualification".

DISQUALIFIED INVENTIONS
Excluded as not being inventions which meet the
requirements as set forth in Article 29,
Paragraph 1 of JPL are as follows: (D'isquaLi.f i.ed

invention)
I. (Non- invention)

I-I "The invention of an application" which
is a natural law per se.

invention of an appliC:iJ.tion"·which
is not a creation, but a mere discovery.

1-3 "The Lnverrt Lon of an app Lfcat i.on" which
is made against a natural law.

1-4 "The invention of an application" which
is not made on the basis of a natural
law.
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1-4-1 "The invention of an application"
which Ls vmade on the basis ofa
law other than the Ilatural law.

1-4- 2· "The invention of an application"

which is made on the basis of a
mental act.

1-4-3 "The invention of an application"

which can not repeatedly be made.
Il , (Incomplete invention)
ll-l "The Lnverrt Lon of an application"

wherein achievement of the objects is
remarkable questionable in view of a
natural law.

ll-2 "The ·invention of an application"
which does not completely define a
technical idea.
ll-2-1 "The invention of an application"

which lacks all the technical
expedients necessary for achieving
its objects.

ll-2-2 "The invention of an application"
which ,lacks part of the technical
expedients necessary for achieving
its objects.

An incomplete invention as set forth in "the Standards for
Identicalness of Inventions" is pertinent to an incomplete
inven-tion as listed· above. A non-.invent ion is not an invention

and can in no way be used as a reference. It can be said that

under Japanese patent practice, the above definition of an
incomplete invention is applicable to all the inventions as set
forth in Article 29 ,Paragraph 1, Items I to 3, Article 29bis;
Article 39. Paragraphs 1 and 2, and Article 2, Paragraph I of
JRL·, .

complete as an inventive concept as defined in Article 2,
Paragraph 1 of JPL ,the invention is considered to bevcompLet e ,
It shOUld by mentioned, however, that when such an invention is
used as a reference, particularly under Article Z9bis of JPL,
a test of completeness ·of the invention depends solely upon how

-53-



15
sufficiently the invention is disclosed in the specification

and drawings of an earlier fi.led application. It is for this

reason that even if the inv~ntion is objectively compl~te, it

may be co nsi de re d to be incomplete provided that the disclosure

of the invention is insufficient.

(7) In view of the foregoing, in order for an invention of an

earlier filed application to be used as a reference, it is

required that the invention be disclosed in the specification

and drawings in such a manner as to enable any person skilled

in the pertinent art to perform the same.

W. Mere modification of technical features
1. Standards

According to the standards enunciated by the Patent

Council on patent examining standards on August 24,1977,
"Mere modification of technical features in an invention means

replacement, addition or deletion of a standard technical

expedient employed by one skilled in the pertinent art as a

means for achieving objects of the invention. Such modification

is not intended to cause remarkable change in objects and

advantageous effects of the invention, and for example, includes

as follows:

(a) mere change ~f conventional means

(b) mere addition or deletion of conventional means
(c) mere change of materials or replacement of

equivalent

(d) mere change of equivalent means

(e) mere limitation or alteration of configuration,

number or arrangement
(f) mere limitation or alteration of numerical value.

2. Requirements

In the event that there is a difference between the

invention A and the invention B of a cited reference in respect
of technical ·features,thetest of
are substantially identical involves the examination of such a

difference. According to the standards, the requirements for
which "both inventions are substantially identical" are as

f'o l.l.ows :

(al The above-noted difference between be technical features

a-T) one skilled in the pertinent art
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a-2) can duly apply a mere modification to an invention

so as to be identical

b) The above-noted difference does not cause remarkable

changes in objects and effects of the invention.

That is, when the invention A is compared with the

invention B, the following points (requirement (a) and

requirement (b)) should be discussed.

i) With regard to the requirement (a), the issue of

whether or not "such .a differericeis due to mere
modification of technical features employed by one

skilled in the art" be discussed. The cited

reference may be supplimentedby means of various

evidences already known prior to the filing of the

application.
ii) With regard to the r equdr'ement (b), the issue of

whether or not "there is a difference between the

inventions A,and.B in r~spect of objects and effects"

be discussed.

It wlll be concluded that when "different technical features

of both inventions is only due to mere modification", "the both

inventions are considered to be substantially idetiticar;"·

The test of sameness of devi.ces will be carried .out in the same
manner.

According to the following list, even if there i? a
difference in technical features of both inventions, when it is

recognized that there is no remarkable change in obj !'lcts and
effects of the both inventions, it be concluded that the both

inventions are substantially identical.

~55~
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t{ot identical

due to more

than mer e

modification

Not identical Not identical

cases (7)(8) case (4)

Substantially

identical

SUDstantially Not identical
identical

c;lse(l)(3) case (Z)
(5)(6)(9)

identical

iden.tical

ident:ical

No difference due to mere

mod if.i.cation

remarkabl
differenc

sl~ght

differenc

NOTE: Case numbers indicate the numbers within the parenthesis

shown in chapter IV, paragraph 3.

Requirement(b) 0

differenc

Difference is Difference is

Requirements (a)
a-L) one skilled in 'the art

a- Z) can dulya.pply aniere modification

to an invention so as to be

identical

Does the
difference
technical

features of
invent:ions
result'iri
r ema.r kab Le

changes in

objects and
effects
t.he re e f
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3. Cases

There have been eighteen decisions given by the Tokyo High

Court, inc Ius ive of two dec is ions by the Supreme Court, in

respect of Article 29bis of the,Japanese Patent.Law (or Article

3bis of .the Japanese Utility Model Law) up urrt i Lvnow (Apr i L,

1985) since the regulation is enforced on 1971. Of these

decisions, nine decisions are directed to the issue .of

difference in technical.hatures of th.e Lnven t i oris (substantially

identical). As a result'ofllnalyzing the content thereof , the

followingcr.Heria are shown in respect of the above-noted

requirements.

(1) Showa .54 CGyo Ke) 43 (see .AttachmentNo .1)

CThediffe.rence in technical features of.the inventions. is

due only toaddi t,ion of conventional technique: sub s t arrt IaILy

identical.)

Ci) With regard to the requirement Ca); The difference of

technical features is due to modification employed by one

skilled in the art:

Technical features of.the present invention are different

from those of the invel1tion described in the specification

cit~d ref~IeIlce) (Jf 1;he eg+:Lerfi1edliPplicatiol1. It is .;

decided, however, that the inirent.ionsaresubstantially

identical on the grounds that modification of the technical

features (difference) results from addition of known technique

described in a known printed publication.

That is, "forced. cooling by means of spraying of.>iater" for

"solidifying the top surface to fom a cover" is not described

in the invention of the cited. reference. However, such a means

is described in the p r i.rrt ed pub Licat.Lcn Csupplimentalevidence

to the cited referel1ce) pri9:r ti) the filiIlg of t,ile pre~ent

application. Further, judging from standard technical

knowledge, the invention of the cited. :reference d(Je~ not exclude

are not specifically taken into considerlltion.

I.nthepresent case, there is no substantial difference

between. objects and effects of the inventions. It .isllssumed,

therefore, that advantageous. effects are not specifically

taken into consideration. No difference of effects is found.
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(iii) Conclus ion; substantially identical.

(2)Showa 56 (Gyo ke) 255 (see Attachment No.2)
(The difference of technical features is not due to

modification of conventional means: unidentical)

(i) The requirement (a); The difference of the technical

features is due to more than mere modification employed by one
skill in the art.

It is decided that the present invention is unidentical
with the invention of the cit!,d reference on. the grounds that
the difference of the technical features is irrelevant to

conventional means according to the present invention.
The present invention relates to a paper folding

machine wherein paper is pressed by a piston-type press
mechanism with electric cams, ane differs from a press

arrangement mechanism of the cited reference. "The piston-type
folding machine" is not technically related to the press

arrangement mechanism and can not thus be used as an evidence.
(li) The requirement (b) ; Advantageous eff~cts are not

specifically taken into consideration.
It is understood that in the present case, substantial

d:i.:fferences havebeeiifouiid:i.n
of the inventions, and therefore, such effects are not
specifically taken into consideration. No difference of effects

is found.
(iii) Conclusion; not identical

(.3) Showa 56 (Gyo ke) 288 (see Attachment No.5)
(The difference of technical features is obvious to one

skilled in the art: substantially identical)

(i) The requirement (a); The difference of technical

features is due to modification employed by one skilled in the

art:
technical features of the present inv~ntio,n are

different from those of the invention described in the
specification (cited reference) of the earlier filed
application. It is decided, however, that the inventions are
substantially identical on the groundsthaCmodification of the
technical features (difference) results from addition of known
technique described in the known printed publication.
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The presentinve.ntion relates to packers for use in a

tying device. It'emp1oys three packers, where as the cited

reference employs two packers.

However, the use of more than three packers is described

in the utility model publication and also, in .th e specification

of the present application as prior arrangement. It will be

understood that such difference is obvious to one skilled in

the art.

[Ii) The requirement (li); Advantageous effects are not

specifically taken into consideration.

It is understood that in the present case, substantial

differences have been found in respect of obj ectsand .effects

of the inventions, and therefore,such effects are not

specifically taken into consideration. No difference of

effects is found;

(ili)Conc1us ion; substantially identical

(4) Showa 56 (Gyo Ke) 178 (see Attachment No;6)

(The subject matter·of the present invention is

misunderstood: not identical)

(i) The requirement Ca); The present invention ismisunder'stood.

sub.s..t.antiaL difference .o.f. technical features., is",found •..

The.description of "jo.int" in the specification of the

present invention is of importance since it points out a

distinctive technical feature of the first· inv.ention dd r ec t ed

to a process. The decision stating that the description of"a

joint engageab1e with a sheet materiaL provided in a carrier"

is insignificant' ina' process' invention 'is incorrect. Also,

such description should not be· amended to read "a sheet

material is moved along with movement of·a carrier." The

subject matter of the present invention is clearly defined in

the claims.

The subject matter of the present invention is directed

.. ·to"·"moyementof 'a' car-r.ier 'togeth'er with

construction from the present invention in various pcLnts,

(:ii.) The requirement (b); Notable advarrtag ecus efEecz s. are

obtained in the pr.eserrti.Lnventi.o n ,resll1tingfrom the

difference of technical featuresbetwe.en the inventions: The

present invention may eliminate error in drive and transmission
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means due to slippage, tension, looseness, play and the like.

Such effects can not be obtained in the cited reference.
(iii) Conclus ion; not identical

The first invention is different from the cited reference

in that the essential technical features of the present invention
are not disclosed in the cited reference. Hence, the decision

on the grounds of "substantially identical" is incorrect.

(5) Showa 56 (Gyo Ke) 251, Showa 56 (Gyo Ke) 115 (see
Attachment No.8)

(A number of differences are found in technical features
of the inventions: substantially identical)

(i) The requirement (a); The difference of the technical
features results from mere modification employed by one skilled
in the art:

It is decided that the difference of the technical
features results from mere modification employable by one
skilled in the art.

That is, the use of "a surface cutting method" is well
known (no argument presented by the appellant,) The limitation
of "an upper half of a life cloth" is disclosed in the cited
reference as an·inventive concept. The numerical limitation

o f "inclined approximately at an angle of 35° is a matter of
design choices.

(D) The requirement (b); No remarkable effects result from the
difference of· the technical features of the inventions:

As the appellant has acknowledged, the use of the
surface cutting method is well known in the art to provide easy
manufacturing. Such use is disclosed in the prior art.

No difference of effects is found between the inventions.
Expansion of the trunk portion,may result in securement

of oxygen, easiness of wearing, and easy movement while

wearing. Sucha.dyantage0tl~effectscallbe Cl!>tai,l1ed. by
inventions. -"Therefore, no substantial difference of effects .Ls
found therebetween.

(iii) Conolusion ; identical

(6) Showa57 (Gyo Ke) 276 (see Attachment No,9)

(An evidence is-submitted to suppliment described in the
cited reference: substantia.lly identical)
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(i) The r equLremen t (a); No difference of technical features

results from mere·modification.employable by one skilled in the

art:

useconstruct

It is set .for th in the cited reference that fixing and

bleaching are effected in a "<;onventional manner" to eliminate

silver after color developing is stopped. The cited. reference

is not intended to exclude or limit toa specific method , It

is understood, therefore.' that the present invention empLoys

fixing and bleaching of known manner (It is. found by .the

evidence that both monobath and bibath treatments :arepublic

known.), at. the time of filing the prior art application, for

the purpose of eliminating silver afteT color developing is

stopped. No difference of the technical fe.atures.betweenthe

p r es en t appl icat ion and the invention oLthe cited r efer ence

is found ,

(n) The requirement: (b) ; Advantageous effects r e suI t:ing from

the difference of the technical features of the inventions are

well known.

It is well known to one skilled.in t:he art, prior to the

filing of t:he present: applicat:ion, that. t he rmonohath treatment

ist:echnically more.advanced than.the bibath.treatment.-

no substantial difference of- effects b e tween t:he inventions is

found.

(iii) Conclus ion; identical·

NOTE: It is decided that the inventions in this case aTe identical

however, they should be dec i.ded t o be subs tantiaHy Ldentical ,

(7) ShowaS7 (Gyo Ke) 9.1 (see At t achmen t No.l4)

(Both inventions belong to different categories: not

ident:ical )

(i) The requirement Cal; The difference oft:echnical

features result fTom moreth,an meTe modificationemployablll by

one skilled in the art::

The ·deVice de scr ib ed in the cited reference

in a method accordLng to t.hepTes entinvent:io.n. The d i f fe r-enc e

of the·t:echnical featuTes is found since operation of the

invention is neitheT disclosed nor suggested in the cited

reference.
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which the two
spaced relation

present device in
are juxtaposed in

identical. )
(i) The requirement (al; There isa difference between the

technical features of the devices reSUlting from mere
modification employable by one skilled in the art; In the
present device, two plate-like permanent magnets are
juxtaposed in spaced relation. In the cited reference, on the
other hand, an annula.r permanent magnet with a central holels

used. However, to change from the annul~r Permanent
the two pFa't evI i.ke parmanent magnet is a' mere modification.

(ii ) The requirement (a) ; Better advantageous effects are
obtained by the cited reference than by the present device.
(no difference);

The arrangement of the
plate-like permanent magnets

(ii ) The requirement (bl;' Remarkable difference of effects
In the present' invention, melting and discharging of

residual fats and oils in a oil tank are effected by heating.

As compared to the method of the cited reference, notable
advantageous effects may be obtained by the present invention
since consumption of· heat is reduced.

(ill) Conclusion; not identical
NOTE;, The device described in the cited reference is not

specifically different in construction from the device for use
in the m'ethodaccording to the present invention. In addition,
operation of the invention is disclosed or suggested in the cited
reference. In this case, no difference of technical features of
the inventions is 'found and the both inventions are identical.

Also, when itisclear that the device of the cited
reference is usable in the method 'of the present invention,

it is considered that there is a difference between the
technical features of the inventions resulting from mere
modification employable by one skilled in the art. Furthermore,

upon consideration of the requirement (b), the both inventions
maybe decided tobesubs identical.

(8) Showa 58 (Gyo Ke) 5 (see Attachment No.16)
(9) ShowaS7 {Gyo' KeJ 241 (see Attachment No.17)

(No notable effects reSUlting from the difference between
technical features of the divices is obtained: substantially
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features)

(2) The requirement (a)

0)" Even if t h e r e are a plurality of differences between the

technical features of the invention of the prior art and the

present invention, when such differences result from mere

modification empLoyab l y by one having ordinary. skill in the

-63-

is less in absorbability than the device of the cited

reference using the annular permanent magnet.

(iii) Conclus ion: substantially. identical.

NOTE: The appellant states that the product of the device may

readily be manufactured. However, such s t atemen t is not

sustained in that such effect is not directed to the claimed

device.

'NOTE: Rema rkab I.e advantageous effects resulting from "f ix Lng

means is constructed of two juxtaposed p La t e-dLke. permanent

magnets" should have been described in thespecificati6n of the

present application.

4. Standard in the cases

(1) Evidence intended to complete the disclosure of the prior

art

( 5)

(the art is irrelevant to the

prior art)

(no description concerning the

di of the technical

(7)case

(i) T!J.e Supreme Court Holds that an evidence may be submitted

to complete the disclosure of the prior art and thereby to

broadly read "the scope of the prior art," and that asarusult,

the present invention may be considered to be substantially

identical with the prior art. (Supreme Court case No .3 ;Showa

59 (Gyo Ke) 23)

(ill· Acceptance of ·the'evidence·' '

When an evidence discroses the content of the art

(invention) which is pertinent to the present invention or the

prior art having the'same objects; and plus when'a distinctive

technical features (not decribed in the prior .ar-t., but is

relevant to the technical features of the present invention) is

disclosed, such an evidence maybe'llsed to complete the

disclosure of the prior art.

Accepted cases (1), (3) and

Unaccepted cases (2) and ( 8)
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pertinent art, the inventions are considered to be substantially
identical. Case No.5

NOTE: When the issue is directed to a combi.na t.i.on thereof, it
will be controversial.

(ii) In a case where two inventions are directed to two

difference categories, evenif.a device usable in a process
invention is disclosed in the prior art,

o Whenqperation of the device is not disclosed· or suggested
in the cited reference., -or

o if there is no evidence to show. it generally possible to
operate the device cited in the manner· of the ,operation
method which is claimed,

.the two invention are notconsideredtobe,identicaLor
substantially identical. case (7)

(iii»Even if the difference of technical features are

described in the cited reference intheformof.whenthe cited
reference does not f'uLl.y disclose. the technical features of the
pr es en t . invention .' (device),

(y) In the event that the technical features of thepreserrt

invention are pervertedly interpreted, it will be decided that
the subject matter of the present inverrtionis
recognized, case, (9)

(3) The requirement (b)
With respect to effects resulting from the difference in the

technical features of the article, the effect in the process of
manufacturing the'article is not used for the judgement,based on
;'the substantial identical" standard. Differences of. effects

from that of the cited reference should be resulted in the
article structure itself, otherwise such effects are not
considered in the judgement for "the subs t an t i.a l, Lden t i.ca L"

standard.
5. Consideration

There are only twenty ,cases dealt in the Toyko High Court
plus the Supreme Court in connection with Article 29bis of JPL
(Article 3bis of the Japanese Utility Model Law.) Thetendency
of the decisions given in the cases in respect of an evidence
and advantageous effects willbediscussedbelqw.

(1) The prior art cited under Article 29bisof JPL, if

literally interpreted, can nqt .be USed to reject an ,invention
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qf.a subsequen,ly filed application in view of other related

prior art as is in the case of 3S USC 102. The Supreme Court

holds that an evidence may be submitted to comple~e the

disclosure of the prior art and thereby to broadly read the

same. (Showa S9 (GyoTsu) 23: Decided on May 2S, 1984) It is

believed, however, tha t such a supplimental. evidence is Int ended

only to determine whether or not the difference of technical

features of the inventi?ns at Lss ue resulting from mere

modification employable by one. skilled in the a r t , That is to

s.ay , the evidence is intended. only to. proof known or

conventional t echni.que for the purpo~eof completing the

disclosure of the cited reference. To this end, the use of: an

evidence is. natually limited. Standard therefore is now being

developed in ",iew of the La.t es t Tokyo High court d eci.s ions.

This will be more clear as the number of r e La ted cases increases.

(2) In. earlier cases •. a. test of. whether arnot the pres ent

.mvent ton and the invention of the cited reference are

substantially id.enticfllisdecided ImmedLa t e Ly upon

examination of. the.difference between.the. technical feature.s of

the both inventions. However • such test does not involve the

therebetween. In recent cas es , such test tends. toinvolve the

examination of an evi.dence as well as. tha t of advanta geous

effects.

In recent cases, decisions are given in light of

relationship between "the cited reference andsupplimental

evidences" as .well as "between the difference of technical

features ang fldvantageous effects.

V. Conclusion
1. It has become clear that the completeness of the invention

cited as. a. prior art. Her e'tofor e, the invention of the

present application has b een compared with the. invention of the

cited reference in respect of

will continue henceforth. The test of whether or

not the cit;ed reference is complete w.ill be of importance .

As among industries are seen inore competition in It & D.

it will result in tha t there aremanypatent applications on

the same subject whose filing dates are very close. The

earlier filing will be more important. Because of the chesty
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filI.ingthe disclosure in specification might be less sufficient

Ther¢fore "complete" or "in complete" will bea material
issue in judging whether or not the disclosure will be a
gualified prior art.

2. Prior art subject to the test of "Completeness"
(1) When the invention of the cited>reference invloves an

inventive step, the invention may include "unable" embodiments.
It is claer that such invention'is'considered to be incomplete.
However, t:he invention of the' earlier filed application may
include "enable" embodiments. Under these circumstances, when
such embodiments are .identical with the invention of the
present invention, the cited reference qualifies as prior art.
'(2) When the invention of an earlierfiled.application is not
sufficiently disclosed and one skilledln the pertinent art is

unable to perform the same, the invention is considered to be
"incomplete." Also, even if technical expedients are diclosed

to solve problems exsistent in the prior art, when a method of

making same, materials operation and advantageous effects are
not sufficiently disc:losed,any third party may not perform the
invention. This is true, especially when an invention is
directed to chemical products, metal composite and the like.

(3) Meaningless numerical disclosure in the prior art

Even if an earlier application discloses the same numeiical
value as the present application, When reasons, whether
background, operation and advarrtag eous effects are not Clear,
it appears to bevcontrovers Laf whether the invention of the
earlier filed application is complete. Although it depends

upon the art to which the invention pertains, attention should
be paid to subsequent relevant cases.

3. The issue of whether or not an invention is complete is
dealt ",ithon a case by case basis. It should be mentioned

;·'that-thedet:;ermination> of-clJl1lpletenes s may depend.iupcnrthe
background Of'therespectiveinventions, the level of
t:ethnique at the time tne invention is made, and the art too
whicnthe invent:ion parairs. Attent:ionshlJuld also be paid to
decisions by the Patent bffice and the Court: in this respect.
4. It 1S preferab I.e that: the patentablity is ob j ectively

decided.
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s. In view of l:he circumstaIlces>tiilder which the test of

identicalness of inventions involves the issue of operation

andeffects,itis of importance that objects o f the invention,

oper-ati.on ,andeffect.svare ·fuUydescreio ed , It would also'

be adv isab'Le.i.t.ha tvth e patentaoility of an inveIltion is decided

in .light of the difference 'of operation and effects,
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ATTACHMEN.T I

Listed below are cases in connection with Arti.cle 29,

Paragraph 1 ,Item 3 of the Japanese Patent Law and Article

3,Paragraph.l, Item 3 of the Jauanese Utility Hodel Law .:
A-I: Appeal from th.edecis ion of the· Board of Appeals o f

the Patent Office in the ex parte case.
A-2: Appeal from the decision of the Board of Appeals of

the Patent Office in inter parte case.
A-3: Appeal from THC in A-I case.
A-4: Appeal from THC in A-2.
A-5: Appeal for reuocation of the decision that correction

of the specification or drawing (s) is to be rejecied.
THC: Tokyo High Court

SC: The Supreme Court
DGPO: Director-General of the Pattent Office
liM: Utility Model

1, A-I 49 (Gyo Ke) 19
THC (May 28, 1975)

. Appellant; Ki.Lchirc Kat s uku'r'a

Appellee: DGPO
Issue: Patent (identical)

Identical technical features involved.
No difference between advantageous effects of the inventions
found.

2. A-2 49 (Gyo Ke) 136
THC (July 30, 1975)

Appellant: Takahiro Koyama
,p~'~~~~: Keneshika Koto K.K.
Issue: liM (substantially identical)

A metal mud-board is obviou in the pertinent art.
More change in material.



A-3 52 {Gyo Tsu)104
SC (December 22, 1977)
Appellant: ditto
Appellee: ditto

lJM The decis ion by the Tokyo High Court is upheld ,

3. A-l 47 (Gyo Ke)88
THC (February 18, 197~)

Appellant: Liori Yushi K~K.

Appellee: DGPO
Issue: Patent (identical)

A determination of whether or not ' the imrentioris'are'
identical should not reply on descriptive di:f':f'irreirc'es, iri'"

the specification in respect of cperatIen arid advan tag'eous
effects of the inventions.

2

4. A-l 47 (Gyo Ke) 87
THe (October 22, 1975)
Appellant: Eastman Kodak Company

mmAppelle: DGPO
Issue: Patent (substantiall~ identical)

Technical features of the inventions does not differ.

5. A-l 47 (Gyo Ke) 141
THC (March 17, 1976)

Appellant: Lachem Corporation
Appellee: DGPO
Issue: Patent (identical)

No numerical properties disclosed.

6. A-l 51 (Gyo Ke) 3
THC (july 28, 1976)
Appellant: Take Okamoto
Appellee: DGPO
Issue: UM (identical)

-,69-



Identical inventive concepts are not involved.

Known or conventional technique not employed.

7. A-I 49 (Gyo Ke) 1
THC (September 29, 1976)

Appellant : Ke.nkichi.Tsukamoto

Appellee: DGPO
Issue: Patent (not substantially identical)

8. A-I 49 (Gyo Ke) 152
THC (March 23, 1976)
Appellant: -: Kiyos h.i. Takemoto
Appellee: DGPO

Lssue: UMCidentical)

Broad claims including prior art.

9. A-I 49 (Gyo Ke) 31

THC (January 26, 1977)
..Al'l'eiiant::· Showa Densen D"iikiK;K.

Appellee: DGPO
Issue: UM (identical)

Technical matter misunderstood.

10. A-ISO (Gyo Ke) 10
THC (March 15, 1977)

Appellant: Moboru Mimura
Appellee: DGPO
Issue: Patent (identical)

Construction of the cited
recognized.

-70-
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11. A-2 42 (Gyo Ke) 92
THC (March 2, 1977)

Appellant: DaieiDenki Seisakusho
Appellee: Jinko Denki K.K.

Issue: Patent (identical)

The same advantageous effects are assumed to be obtained
in that technical f eatures ci:Ethe Lnvent Lons are sam".

12. A-2 50 (Gyo Ke) 4
THC (April 24, 1977)
Appellant: Koichi Yamano
Appellee: DGPO
Issue: Patent (substantially identical)

Technical features of th e Lnverrt i.cns .are same.

Further, no special measure is tak.en to obtain further

advantageous effects.

13. A- 2 47 (Gyo Ke) 106

Appellant: Kazuharu Kusaka
Appellee: Toyoharu Kasai
Issue: Patent (identical)
(NOTE: The Supreme Court decides that the inventions are same

.
IlR"isc'onsldere'd to be"'ceritun:H and ithus, the same

compos i tion is employed in the inventions.

14. A-I 51 (Gyo Ke) 13

THC (July 28, 1977)
Appellant: Sakuji Yamada

Issue: UM (identical)

The size shown in thedtawingsci£the cd t'e dYefer-enc e
appears to be ci"tetmined irl arltinirlt€rltionalwElY find is,
therefore, not concerned with an inventive step.
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15. A-2 51 (Gyo Ke) 83, 86, 87

THC (June 8, 1977)

Appellant: Kenji Ichikawa et al.

Appellee: Toyokuni Hanbai K.K. et al.

Issue: UM (identical)

No difference between technical features and

advantageous effects·of the inventions found.

16. A-2 48 (Gyo Ke) 28
THC (July 14, 1977)
Appellant: Toyo Gobaku Kagaku Kogyo K.K.
Appellee: Toyo Gomu Kogyo K.K.
Issue: Patent (identical)

Considered to be not identical on the ground~ that

technical features and advantageous effects of the

inventions differ.

17. A-2
THC (Augus 10 24, 1977)
Appellant: Fukuoka Seishi K.X. et al.
Appellee: Isao Kuroki et aI,
Issue: UM (identical)

Considered to be same on the grounds that the material

is coated by a water-pro8f film, although the formation of
the coating is not described in the cited reference,

18. A-2 48 (Gyo Ke) 8
THC (November 30, 1977)
Appellant: Universal Oil Product
Appellee: Asahi Denka Kogyo K.K.
Issue: Patent (identical)

No technical expedients are disclosed in the cited
reference to achieye theobj ects of the Lnvent i.on .

-72-
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19. A-I .52 (GyoKe) 129
THC (July 27, 197~)

Appellant: Kisaburo Sato et al.
Appellee: DGPO
Issue: Patent (identical)

It is understood from the content of the· specification
that the invention should be directed to a prodtl,ct, rather
than a method. Therefore, the composition ofthe.present
invention is included in the composition of the cited reference.

20. A-I 47 (Gyo Ke) 10
THC (September 20, 1978)
Appellant: Americal Chain and Cable
Appellee: DGPO

Issue: Patent (identical)

Technical features.of the inventions are partly
identical.

THC (October 4, 1978)
Appellant: Hatsuda Seisakushq
Appellee: DGPO
Issue: Patent (substantially identical)

It appears to be w.i thin the normal capacities of one
of ordinary skilled in the pertinent are to provide. the
rate of drawing described herein. Also, arrangement of

the numerical value does not appear to obtain notable

advantageous effects.

252 ( 77
THC (November 22, 1978)
Appellant: Harold Philip

Appeliee: Haris Corporation
Issue: Patent (identical)



Technical features of the inventions are identical.
To provide means for adjusting surface pressure is obvious

in the pertinent art.

A-3 54 (Gyo Tsu) 78
SC (September 26, 1980)
Appellant: .. ditto

Appellee: ditto
(identical)

23. A-l 48 (Gyo Ke) 155
THC (November 28, 1978)
Appellant: Shigenobu Matsui
Appellee: DGPO
Issue: Patent (identical)

It is unreasonable to broadly read the scope Qf the

invention and the-rbytodecidethat the inventions are
identical.

24. A-l 52 (Gyo Ke) 37
THC (December 20, 1978)
Appellant: T.E.A Industrial Product
Appellee: DGPO
Issue: Patent (identical)

Ob j ects ,technicalfeatures, operation and
advantageous ef£ectsof the inventiorisdif£er from each

other.

25. A-2 51 (Gyo Ke) 57
THC (January 18 s-' 1979)
Appellant: Toyotomi Kogyo
Appellee: Yamatake Haoneywell
Issue: Patent (identical)
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The case is directed to the issue of intorpretation of

a technical term recited in the claims which is riot

normally used.

26. A-2 52 (Gyo Ke) 45

THC (February 14, 1979)
Appellant: Kellzo Hamada et a l .
Appellee: Kao SekkenK,K.
Issue: Patent (identical)

The present invention include~ the compound used in
the cited reference. The respectivein'lelltiolls do not
appear to include compounds which 'are d i.Ffer ent in the

melting point and effects.

27. A-ISO (GyoKe)7
THC'(April 23, 1979)·

Appellant: T.P.C.
Appellee: DGPO
Issue: Patent (identical)

Technical features of"the inventions are identical
The inventive concept of the presentillvention is the same
as that of the cited reference, although the present
inventian points out some advalltageous·effects which are
not presented in the cited reference.

28 .A- 2 ' 52(GyoKe) -212

THC (May 17, 1979)
Appellant: Shibazaki Seisakusho
Appellee: Ishida Press Kogyo
Issue: UM (identical)

Only a slight difference between technical features
of the.inventions recognized.
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29.. Acl 51,(GyoKe}.1l7
THC (September 27.. 1979)

Appellant: Ginsaburo Yamada et al.
Appellee: DGPO

Issue: Patent (identical)

The reasons for the decision is not unreasonabl~,

even if the known matter is not mentioned therein;

30. A-2 50 (Gyo Ke) III
THC (October 3.0, 1979)
Appellant: Asahikasei Kogyo K.K.

Appellee: pnionCarbide Corporation
Issue: Patent (identical)

No ground for which in the method of the cited

reference, the material is used under anhydrous conditions.

31. A-2 49 (Gyo Ke) 141
THC (October 24, 1979)
Appellant: Scot ish Agricultural Industries
Appellee: Limit~d

I ssue:Patent(identical)

The amount of wat.ercontained.. in the solid
constituent in the present.inV'1ntion i.sd.iffer~n~ from
that of the cited reference upon calculation thereof.
Therefore, the inventions are cons Lder edmot to be identical.

32. A-2 54 (Gyo Ke) 68
THC (July 31, 1980)·

Appellee: K.K.Goko et al.
Issue: liM (identical)

Although the concaved portion is shown in the
drawings of the cited reference, there is no description in
connection with the technical problemes to be solved.
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33. A-I 54 (Gyo Ke) 119
THC (March 10, 1981)

Appellant: Fujita Jidosha Kogyo K;K.

Appellee: DGPO
Issue: UM (identical)

The difference betweenothe inventions.atissue would
be an obvious. designchoise.

34. A-2 53 (Gyo Ke) 23
THC (September 17, 1981)
Appellant: Kiichiro Abe
Appellee: Seibu Denki Kogyo K.K.

Issue: OM (substantially identical)

An obvious choise in designing.

The concept of the present.invention is included in
that of the cited reference. Also, advantageous effects of
the present invention is not superior to those of the cited
reference.

The inventions are considered to be identical if.the
subject matter of the present invention is partly
identical to that of the cited reference, even.if they are
not wholly identical.

FRANKttN PIERCE
LIBRARY""', .." ....

36. A-2 54 (Gyo Ke) 107

THC (November 5, 1981)
Appellant: Becham Group Limited
Appellee: .B:ris tRumyers

35. A-2 53 (Gyo Ke) 176
THC (October 20, 1981)

Appellant: Osurni Seisakusho
·__····-·-Appellee: Toyota kogyOK;K;

Issue: Patent (identical)
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No substantial difference between technical features

of the inventions.

-78~

this case.ins ignificant·

39,. Ac,L54 (Gyo, Ke) 162
THC (January 27, 1982)

Appellant: Fujitsu
Appellee: Oki Denki
Issue: Patent, (id.entical)

A-3 57 ,(Gyo Tsu) 116

SC (January 25, 1983)
Appellant: Canon
Appellee: Ricoh
Issue: (identical)

38. A-2 55 (Gyo Ke) 75
THC (May 11, 1982)
Appellant: Canon
Appellee: Ricoh
Issue: Patent (identical)

Inventions can. not be considered not 'to be identical,
if starting materials are different; even if the same
materials are present on the way.

37. A-I 54 (Gyo Ke) 156
THe (February 25, 1982)
Appellant: Dulux, Australia
Appellee: DGPO

Issue: Patent (identical)
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40. A-I 56 (Gyo Ke) 11

THC (November 29, 1982)
Appellant: Union Carbide
Appellee: DGPO

Issue: Patent (identical)

The inventions are not distil1guishableandare, thus
considered .t o be .iderrti ca'L.

A-4 58 (Gyo Tsu) 51
SC (February 26, 1985)
Appellant: Union Carbide
Appellee: DGPO
Issue: (identical)

41. A-I 56 (Gyo Ke) 57
THC (May 25,1982)

Appellant:Seitaro Sato
Appellee: DGPO
Issue: UM (identical)

The article of a design application may involve an
inventive concept.

reference does not involve
by the present

different.

42. A-I 55 (Gyo Ke) 402
THC (June 23, 1983)
Appellant: Pilkinton Brothers
Appellee:DGPO

Issue: Patent (identical)

The invention of the cited
the inventive step which is ant

n.
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43. A-I 55 (Gyo Ke) 353
THC (August 16, 1983)

Appellant: Cabot Corporation
Appellee: DGPO
Issue: Patent (identical)

The. appellant 's .statemerrt that the invention o.f the
cited reference (filed by same) includes incorrect content
is not sustained.

44. A-2 57 (Gyo Ke) 24
THC (December 26, 1983)
Appellent: T.D.K. K.K.
Appellee: Diamond Shamlock Technology SA
Issue: Patent (identical)

In the event that technical features of the

inventions are wholly or partly identical,the same objects
are achieved and same advantageous effects are obtained
under normal circumstances.

45. A-L56.(GyoKe) 84
THC (June 28, 1984)
Appellant: Argus Chemical Corporation
Appellee: DGPO
Issue: Patent (identical)

A mixture of mono-body and di-body is naturally'

obtainable.

46.Acl 57 (Gyo Ke) 186

Appellant: Te.ts umas.a Ikeda
Appellee: DGPO
Issue: Patent (substantially identical)

The difference between the present invention and the
invention of the cited reference resu1 ts' from more

addition of conventional means.
-80-
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47. A-I 56 (GyoKe) 286
THC (April 24, 1984)

Appellant: H.R. Electronic Company
Appellee: DGPO

Issue: Patent (substantially identical)

Considered to be subs t ant.d a'Hy identical when judging
from s tanda.rd technical. knowledge.

48. A-I 56 (Gyo Ke)105
THC (September 27,1984)
Appllant: Nihon Keikinzokti
Appellee: DGPO

Issue: UM (substantially identical)

In respect of construction of the inventfoIts, it is
a matter of design choises.

49. A-I 57 (Gyo Ke) 253
THC (November 29. 1984)
Appellant : Ra'tietCorporatTon .
Appellee: DGPO
Issue: Patent (identical)

Technical features of the inventions are same,
although technical problems to be solved arenotrecogniied.

50. A-I 54 (Gyo Ke) 170
THC (December 19, 1984)
Appellant: Showa Sangyo
Appellee: DGPO
Issue: Patent (identical)

The first and second processes are substantially
different.
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51. A-2 57 (Gyo Ke) 140
THC (January 29, 1985)

Appellant: Toa Tomiji

Appellee: Kanto Seiya Pipe

Issue: Patent (identical)

Construction and material for use in the present

invention are the same as those of the cited reference.
In addition, there is no ground for denying that the
invention of the cited reference is resistant to fire
and has thermal insulation properties. Thus; t he

inventions are considered to be same.

52. A-I 54 (Gyo Ke) 105
THC (April 30, 1985)

Appellant: .Globe Union Corporation

Appe11ee: DGPO

Issue: Patent (identical)

The composition of A, Band C of the cited
reference is not identical to the composition of Band
C of the present invention unless to compound Ais obvious.

53. A-I 58 (Gyo Ke) 32
THC (April 10, 1985)

Appellant: SeirenKogyo
Appellee: DGPO
Issue: UM (substantially· identical)

An obvious design choise.
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ATTACHMENT II

Lis ted below are cases in :connection with Article 29bis

of the Japanese Patent Law and Article3bis of the Japanese
Utility Model Law.

1. A-I 54 (Gyo Ke) 43
THC (April 28, 1981)
Appellant: K.K. Ito Seitotsusho
Appellee: DGPO
Issue: Patent (substantially identical)

Article 29bis of the JPL is applied in consideration
.of the printed pub litationpublis hed prior to the filing of
the earlier filed application and the standard technical

knowledge in addi t i on to the des cr i pt Lon-o frt.he :specification
and drawings of the earlier filed application.

2. A-I 56 (Gyo Ke) 255
THC(August 20, 1983)

···~-·Appenarit:SeieiICika.ise1sakus!I()

Appellee: DGPO
Issue: Patent (identical)

A piston-type pressllleans is·used as a press arrangement
mechanislll in the present invention. (paper folding nachdner)
Also, such a piston-type press means is not conventional:

Therefore, the inveritions are not identical.

3. A-I 56 (Gyo Ke) 155

THC (September 29, 1983)
Appellant: Fuji Shashinkoki K.K.

Issue: Patent (identical)
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The dec is ion the invention of the earlier filed

application (the lump is lighted on and off in response

torth e number of .th e input pulse) corresponds to vthe

invention of t he p reserrt-appLi.ca tLon (the limp is selectively

lighted on and off by a combination of the output .0£ the

flip-flop group) is sustained.

4. A-I 57 (Gyo Ke) 121

THC (September 29, 1983)

Appellant: General Electric Co., Ltd.

Appellee: DGPO
Issue: Patent (identical)

The decision that the present. invention is. the identical

with the invention described in the publication of the earlier

filed application is r.eve r s ed ,

5. A-I 56 (Gyo Ke) 285

THC (November 16, 1983)

Appellant: Iseki Noki K.K.

Appellee: DGPO
Issue: liM (substantially ide~tical)

The difference between the provision of three packers

in the present device (packers for use in the tying device)

and the provision oft1'0 packerscLn the cdt ed reference Ls

a matter of design choises.

The Tokyo High Court uphol~s the decision.

A-4 59 (Gyo Tsu) 23

Sc (May 25, 1984)

Appellant: ~itto

Appellee: ditto
Issue: liM (substantially identical).

The Supreme Court upholds the.decision that the
present device is rejected upon broad reading of the scope

of the claims of the earlier filed application by means

of the evidence submitted.
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6. A-I 56(GyoKe) 178
THC (January 19, 1984)

Appellant: The GavaScientific Co., Ltd.
Appellee: DGPO

Issue: Patent (identical)

The Tokyo High Court Reversed the deCision that the

des cription "the j oint. engageable 'wi'ththesheetinaterial
provided in the carrier" in rhe present invention is
irrelevant in this method.

7. A-I 57 (GyoKe) 137
THC (February 29, <1984)
Appellant: Iseki Noki K.K.
Appellee:DGPO

Issue:'~atent (identical)

The Tokyo High Court upholds the decision that the

amendment filed after the present application is published
is rejected and that the device of the present invention

niSideiiticil1

A-4 59 (Gyo Tsu) 66
SC (October 26, 1984)
Appellant: IsekiNoki K.K.
Appellee: DGPO
Issue: UM (identica'l)

In view'of the evidence, the' decision that the
amendment filed after the present application is pUblished
is rej ec t ed since'it is intended to alter the scope of

the claims is reasonable.

8. A-I 56 (Gyo Ke) 115, 251
THC (June 14, 1984)
Appellant: Shigeru Hatano
Appellee: DGPO
Issue: Patent (substantially identical)
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The present invention is directed to. surface cutting of
known method •. The invention is the same as. the device of

the ci ted reference, al though some limited numerical value

is presented.

9. A-l 57 (Gyo Ke) 276
THC(July30, 1984)
Appellant :Fuj iShashin Film K. K.
Appellee: DGPO
Issue: Patent (substantially identical)

The art "stopping, fixing and bleaching are· effected in
a conventional manner" described in the specification of
the earlier filed application includes monobath and biobath

treatment. There is no reason to exclude the monobath
treatment. Thus, the present invention is identical with

the invention of the cited reference.

lO.Ac2 57 (Gyo Ke)79
THC (July 31, 1984)
Appellant: K.!C. Ill()1.leJapaks Kenkyusho
Appellee: Nihon Gakki Seizo K.K.
Issue: Patent (identical)

The appellant's statement that the invention
described in the specification of the earlier filed
application is incomplete, is not accepted. Andthe

invention of the present invention is considered to be

identical with thednverrti.on of the earlier filed
application. The inventions have the same inventive concept

since the objects of the inventions and technical expedients

lI§eli t()§ol"ILP"l:0l,)lenl's .ll.r.e idellticlll..
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11. A-I 58 (Gyo Ke) 27
THC (November 21, 1984)

Appellant: Sumitomo Denki Kogyo K.K.
Appellee: DGPO

Issue: Patent (identical)

The Tokyo High Court upholds the decision that the
pres ent invention (lig:h t-pipiIlg fiber) is substantially
described in the cited reference.

12. A-I 57 (Gyo Ke) 154

THC (November 21, 1984)

Appellant: Nihon KokanK.K.
Appellee:' DGPO
Issue: Patent (identical)

The Tokyo High Court upholds the decision that the

present invention is described in the cited reference.
The staving temperature prior to milling in the

cited reference includes the temperature of 1100 to 1250
~~~Timifed infhe 'pres ent

13. A-I 58 (Gyo Ke) 127

THC (December 17, 1984)
Appellant: U.O.B
Appellee: DGPO

Issue: Patent (substantially identical)

The invention of the present application and the
device of the cited reference relates to'heat'fransfer
metal pipes. The width t of the top portion in the
groove increas es propotionallY as the diarneterDofthe.··

the device of the cited reference include t (greater than
0.5 inches) of the invention of the present application.
The technical features of the invention and device overlap.
There is no difference between the invention and the
device in view of the above limitation.

-87-



21

14. A-I 57 (Gyo Ke) 97
THC (January 24, 1985)

Appellant: Fuj i Seiyu K.. K.

Appellee: DGPO
Issue: Patent (identical)

I.nthe present application, the oils and fats are
melted by high temperature oils and flits injected from
the nozzles. In the invention of the cited reference ,
on the other hand, the oils and fats injected from the
nozzles are used to stir the melted oils and fats, and
steam are provided from another nozzle to lower the
viscosity of the oils and fats. Therefore, .techn i caL
features of the invention are different from those of
the invention of the cited reference. Also, consumption
of heat used is reduced in the present invention.

Not identical.

15. A-2 56 (Gyo Ke) 249
THC (February 27, 1985)
Appellant: Jane cope
Appellee: Asakura Kiken Kogyd K.K.
Issue: liM (identical)

The appellant is unable to show any proof against
the reasons for invalidation of the utility mollel
registration in compliance with Article 3 of the Japanese

Utility Model Law. Therefore, the decision is uphold.

16. A-I 58 (GyP Ke) 5
THC (March 25, 1985)

Appellee :DGPO
ISs)le:Patent (identical)
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A cited reference suggets use of a denatured starch as
a blenaing material of synthetic resin and a surface-denatured

starch isCwell known. Further, the reference s.i.mp Iy.tdLsc l os es

a biodegradable resin composition for mouldings by blending

synthetic resin with an organic substance as a source, of

nutrition for microorganisms. However, no evidence proves
the fact that starch particles, whether denatured or not,

have been commonly used as blended resin in the field.
They can not be considered identical.

17. A-I 57 (Gyo Ke) 241

THe (March 28, 1985)

Appellant: Tamao Morikawa
Appellee: DGPO
Issue: liM (substantially identical)

The device of the present application is intended

merely to change two plate-like permanent magnets (cited
reference) to an annular permanent magnet. Theboth
magnets are substantially identical. The difference
between methods of making the respective magnets is
irrelevant to the difference. between the device of the
pres ent ~pplication and the device of the, cited reference.
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ATTACH~IENT III

Listed below are cases in connection with Article 39,

Paragraph 1 of the Japanese Patent Law and Article 7,

Paragraph 1 of the Japanese Utility Model Law.

1. A-I 49 ) Gyo Ke). 89

THC (February 25, 1976)
Appellant: Halcon International
Appellee: DGPO
Issue: Patent (substantially identical)

The oxidizing agent employed in the present
invention is conceptionally included in the invention of

the earlier filed application.

In addition, the same embodiment is shown in the

specifications of the inventions. Therefore, it can not
be mentioned that technical features of the inventions
are difference.

2. A-I 50 (Gyo Ke)3l
THC (May 18, 1976)

Appellant: N.N.K.R.B.
Appellee: DGPO
Issue: Patent (identical)

The limitation of the strength in axial compression
appears to be irrelevant to the invention of the earlier

filed application.

A-4 51 (Gyo Tsu) 108

(M".n:h 2~ ,Inn
Appellant: N.N.K.R.B.
Appellee: DGPO
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3. A-I 48 (Gyo Ke) 58
THC (May 13, 1976)
Appellant: Sekisui Kagaku

Appellee: DGPO
Issue: Patent (substantially identical)

In the present invention, printing is effected
after pressure-s ens ffiveadhes i ve is applied. Onthe
contrary, in the invention of the earlier filed application,
the printing ise:!'fectedbefore the pressure-sensitive
adhesive is applied. Notabale difference between effects

of the inventions is found.

4. A-ISO (Gyo Ke) 20
THC (November 24, 1976)

Appellant: Nihon Gakki
Appellee: DGPO
Issue: Patent (identical)

_____________ ~ __ -c _I__ t__ can not e _T"C('glll :"_e,,,,,,""_L"'~_
differentsinc,e there no statementorproofI'egardirig
additional conditions including different properties.

5. A-lSI (Gyo Ke) 125
THC (November 16, 1977)
Appellant: Maruzen Kasei
Appellee: -DGPO

Issue: Patent (identical)

The term "sodium citrate" is gene r a Lly used to
mean "trisodium citrate. H Therefore, the sodium citrate

used in the pres ellt invention is: not related to- "s'odillm

~91~
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Lnven t i.ons are

earlier filed application includes the elements

where as the present application includes only

to the same

element A, .no advantageous effects of the

found and thus, theimrentions are identical.

The

A and B,

the

8. A-I 43 (Gyo Ke) 77

THC (March 20, 1978)

Appellant: Tokyo Miura denki

Appellee: DGPD

Issue: Patent (substantially identical)

7. A-2 49 (Gyo Ke) 116

THC (January 25, 1978)

Appellant: Brother Kogyo

Appellee: Silver Seiko

Issue: Patent (identical)

TechI\icalfeatures and effects of the invention of

the earli,erfiledappqcationare not .set forth in the

claims, but, are obvious from the specification. Thus ,the

technical Eeat.ures and effects .of the inventions are same.

6. A-,S 45 (Gyo Ke) 124

THC (Dctover 5, 1975)

Appellant: Furukawa Denki Kogyo

Appe llee: DGPD

Issue: Patent (substantially, identical)

25

Theiport i on which, is briefly mentioned or omitted is

as sumed to be pertinent to the prior art. Ifobj ec t s of

rhe

effects are obtained by the Lnven t i ons , they are, con~idered

to be identical.
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9. A-I 48 (Gyo Ke) 27

THC (May 31, 1978)
Appellant: M.L.A.G.

Appellee: DGPO

Issue: Patent (identical)

The pres en.tapplication LncLudes :aplurali tyof
embodiments. One of them is different from the' embodiment
of the earlier filed application, but the other embodiments

considered to be identical with the embodiment thereof.
Under these conditions, the inventions are considered to
be identical.

10. A-I 46 (Gyo Ke) 134
THC (May 2, 1978)
Appellant :Shigeo Yoshida
Appellee DGPO

Issue: Patent (identical)

If one process of the method of the earlier filed
application is carried out by the use of the device of
the present invention, technical features of the inventions
are not correspondingly related to. each, other.

11. A-I 52 (Gyo Ke) 109
THC (November 29, 1978)
Appellant: Rose Pulanandrews

Appellee: DGPO
Issue: Patent (identical)

The invention of the present invention includes.a
method of producing monofurfl,lrylazine.This. method is'

of the earlier filed application.
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12. A-lSI (Gyo Ke) 91
THC (November 16, 1978)
Appellant: RCA

Appellee: DGPO

Issue: Patent (identical)

The case is directed to the issue of interpretation
of "oscillator.';'

13. A-2 52 (GyoKe) 35
THC (April 30;1978)
Appellant: General Electric
Appellee: Asahikasei
Issue: Patent (substantially identical)

The inventions are considered to be substantially

identical when the present invention is compared with the

claims and embodiments of the earlier filed application
in combination with the prior art.

14. A-I 52 (GyoKe) 64
THC (May 29, 1980)
Appellant: Shinagawa Kako
Appellee: DGPO
Issue: Patent (identical)

The difference between technical· fea.tu'r es of the

inventions are obvious in light of the prior art.

15. A-I 52 (Gyo Ke) 169
THC (February 27,1981)

Appellee:· DGPO
Issue: Patent (identical)

The differences between the inventions are merely
of the formality.

--;94-
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16. A-I 54 (Gyo Ke) 85
THe (April 27, 1981)

Appellant: Showa Kobunshi
Appellee: DGPO
Issue: Patent (identical)

It is recognized that thj,difference between

advantageous effects qf the inventi¢ns resuFtfrqm the
limi t a tion of molecular weight)

17. A-I 54 (Gyo Ke) 13
THC (July 28, 1981)
Appellant: American Cynamid
Appellee: DGPO
Issue: Patent (identical)

The decision that the pr esent rdnventLonvi.s covered
by the invention of the earlierfHeda.pplicatiori is

errorneous .

. A-I 53 (Gyo Ke) 20
THC (July 30, 1981)
Appellant: General Electric
Appellee: DGPO
Issue: Patent (identical)

The differences between operation~and advanta.geous

effects of the inventions 'are not clearly described in the
specification of the present application.

A-4 57 (Gyo Tsu) 12

Appellee: DGPO

THC decision is upheld.

~95~
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19. A-I 53 (Gyo Ke) 154
THC (September 29, 1981)
Appellant: B.W.H.

Appe11ee: DGPO
Issue: Patent (substantially identical)

T'echnLcaI features of the inventions are different.
The joint use of -Sb,O, is irrelevant to the subje~t

matter of the invention of the earlier filed application.

20. A-I 55 (Gyo Ke) 82
THC (January 26, 1982)
Appellant: Osaka Packing Seisakusho
Appellee: DGPO
Issue: Patent (identical)

The. mold,ing method is conventional and the molded item
is identicalwith·the one ofthe~ited reference.

A-4 57 (Gyo Tsu) 51
SC (September 7, 1982)
Appellant: ditto
Appellee: ditto
(same)

21. A-I 55 (Gyo Ke) 25

THC (June 30 ,198;!)
Appellant:.. Okamoto Shokai YllgenK"isha

Appellee: DGPO
Issue: UM (identical)

invention is identical with the: one .: of t he. cd.t.ed r eEer.ence ,

-,96-
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22. A-I S6 .(GyoKe) 34

THC (February 28, 1984)

Appellant: Serany Corp.

Appellee: DGPO

Issue: Patent (identical)

The decision was such that the inventions are

considered to beident.ical on the basis~f ·thecerthlcate

of experiment . However. t h e'<condd t.Lons vfo'r the exper iment

a re Lnco r-re ct.

23. A-I S6 (GyO Ke) 210

THC (March 29, 1984)

Appellant: KonishirokuShashinkogyo

Appellee: DGPO

Issue: Patent (substantially identical)

ThetTeatingmethod is .no.twell known in the.art.

~~~_~~~~2~~. A-I S7 (Gyo Ke) 90
THC (July 30 1984)

Appellant: Sekisui Kaseihin Kogyo K.K.

Appellee: DGPO

Issue: Patent (identical)

The difference between the inventions is an obvious

design choise.

-97-



P. 1

Significance of Criticality of Numerical

Limitations in Claims

Japanese Group, Committee No. 1
Subcommittee No.2

Akira Atsumi, Teijin Ltd.
Akio Okumura, Fuji Photo Film Co., Ltd.
Hiroshi Kataoka, Nippon Shinyaku Co., Ltd.
Masahiko Katoh, Toyota Central Res. & Develop. Labs., Inc.
Michihiro Kameishi, Kanegafuchi Chemical Ind. Co., Ltd.
Ichiro Tsurumaki, Toyo Soda Manufacturing Co., Ltd.
Ryuichi Nakao, Mazda Motor Corporation
Kazuyuki Furukawahara, Aisin Seiki Co., Ltd.
Makoto Miyajima, Fuji Heavy Industries, Ltd.

Speaker: M. Katoh, Toyota Central Res. & Develop. Labs.,
Inc.

Abstract

It is generally believed that the presence of significance of
criticality is required for a particular numerical limitation
to be acceptable. It is, however, apparent from .recent court
decisions that the Patent Office and the cour~think

dIfferently aballttheriecessny far the sfgriificarice of
criticality of a numerical limitation, particularly in
connection with judgment as to identity of an invention, or
introduction of new matter by an amendment afte.r allowance of
an application for publication. In this report, the issues of
numerical limitation of an invention and the significance of
criticality are described, and then the issues are discussed
with reference to (1) identity of an invention, (2)
unobviousnessand (3) introduction of new matter by an
amendment, which are all important factors to be considered in
the prosecution of applications, while introducing a number of
court decisions, and finally the important points which the
court decisions indicate and which have to be kept in mind
during the prosecution are summarized.

1. Introduction

the prosecution of a patent application or a utility model

registration application particularly in the field of chemistry
or materials. First of all, it is often the case when

preparing a specification to incorporate numerical limitations

into claims in order to render the invention patentable. Even
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if no numerical limitation is made in claims asfiled,it is

sometimes necessary to make an amendment of claims by way of

numerical limitation in order to overcome the E~aminer's

rejection. No amendment includirig 'a numerical limitation is

entered unless a numerical range supporting the amendment arid

the significance of its criticality are stated in the

specification as originally filed.
The term "significance 'of criticality" means that the

numerically limited invention produces unexpected or different

results from the 'invention to which the numerical limitation
does not apply; The examination proceedings at the Patent
Office apparently requires the presence of significariceof
criticality for a numerical limitation to be 'acceptable.

Recent court decisions, however, appear to teach that the court
thinks diffel'ently from the Japanese Patent Office about the

necessity forJthe'significance of criticality o~ a rtumefical

limitation, particularly in connection with judgment as to the

identity or sameness of an invention with another invention, or

the introduction of new matter by an amendment. We belieVe
that it will be of great help for the acquisition of a patent

-'~tor~ecogrtize theposltioris which t.he Patent office~;;<l the

court takeincortnection'with'this issue.

In this report, therefore, ~e will briefly describe the
issues of numerical limitation of an Invention and'the
significance of criticality, then discuss the'issues'with
reference'to (1) identit~()fan Invention, (2) unobiio&:Sriess

and (3) introduction of new matter by an amendment, which ar-e

all important factors to be 'considered in the pl"6secution 6fa

patent application, while reviewing a number of court decisions

involving consideration of each such factor, and finally

summarize the impoftantpoints which the court decisions

indicate, and which we will have to keep in miridduring'the

2. Numerically Limited Invention
Numerical limitation is one way of limiting the scope of

an invention. Other ways include the limitation of a
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mat.er-La Lv-.or- use. It is effected by limiting numer i caLly .ia

feature which is recited in a claim. A numer'ically limited

featur'ecdefines an essential feature of the invention which is

se t forth in a claim. pursuant to the provisions of Section 5 of

Article 36 of the Patent Law. A,numerical limitation usually

employs numerical values expressing conditions. for example,

100 0 to 120 0 C, or 1 to 10 atms.~ but can also be made by using

certain terms indicating the propertie~ of a particular

subs t ance , f'or- example, boiling or melting point.
In other words, it is possible to say that a numer-Loal l y

limited invention is, an invention which is r-ender-ed. patentable

only by some, such numerical Li mit.a t i cn . For examp l.e , it is'

often the case that a feature of an invention known in the art

is numer'ically limited (e i g , "reacting by a pressure of 150 to

200 at.ms.;" vs. "reacting at a high"pre,ssuren)" or a numer t cat t y

limited feature of an invention known in the art is limited in

a different way (e.g, "neutralizing with HCI having a

concentration of 40 to 50%" vs. "neutralizing with HCI having a

concentration of 20 to 30%"). In either event, the presence

of;,i gni ficance of critic,ali ty is usually required for the

'numeric"llimitation;

It IS also sometimes the case that at least one of the

(eatures of an invention is numerically limited, even if it is

novel and patent"ble irrespective of any such numerical

limitation. There are court decisions holding that this kind

oflwmer'ical limitation is merely supplementary, and not

required to have any significance of cr'iticality(e.g. Tokyo

High Cour t , 'gyo-ke' No. 69 of 1978). This report will not

discuss any numerically limited invention of this nature.

3. Positions of the Patent Office Concerning Numeriqally

Limited Inventions
The follOWing is a sUlTllllarYqftliEi positions

Patent Office when considering a numerically limited invention

from the standpoints of identity, unobviousness, and

introduction of new matter by an amendment:

~lOO~
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3.1. Judgment as to Identity of Invention

The issue of identi tyis consi.deredbetween one invention

and another. in an earlier filed applioationpursuant to. the

provisions of Section 1 of Article 39 and Article 29 bisof the

Patent Law. If th.enumerical limi tation of an. inven.tionin a

particular application is obvious to anybody of or-d i nar-y skill

in the art in view of its object and f.eatures and fails to

produce any unexpected results as compared with an invention in

.an ear-Lt er- filed application', it is deemed as a matter of mere

choioe or change and the numerically limited invention is

considered as being identical with the invention in the earlier

filed application.

In the field of alloys, however, two inventions are

considered d.ifferent from each pther. even if the alloy

compositions ar-e identical or overlapped with eachother,if

they differ from each other in the properties of the alloys

(results Of thE! invention} ,which the inventors have found and

therefore in t.he usage .ofthealloys.

3.2. JudgmE!ntas to Unobviousness

•••~•••m ••••••. The issue of unobv i ousness .is considered pur-s uan t. fotl1e

provi s i onsvor Sec t.LonrZ of Article 29 of the 'Patent Law. In

order to support theunobviousness of a numerically limited

invention. from t]leprior art, it is necessary t.ovs how.vthe

s i gn if'Loanee of criticality of the numerical 'limitation. If

it has no significance of,cri t.I cal ity , it is" considered Obvious

as being merely a mat t er- of choice ,oras being a matter' merely

omitted as known in priorartliteratUl'e.

3.3. '. Judgment as to Introduction . of New Matterl,Jy ll.nAmE!ndment

An applicant can amend.the specification and drawings •

Amendments whioh oan be made; before the delivery of a Notioe of

publication) differ from those which can be made thereafter.

No amendment made .be f'or-e aLLowance f.or.publication to broaden,

narrow, or alter a claim is considered as Ln't.r-oduc Lng new matter

if it is made wi thin the disclosure of ·thespecification as

originally filed Amendments which ca.n be made after
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allowance for publication are, however, limited to (i)

restriction of a claim, (ii) correction of errors in
description and (iii) clarification of an ambiguous description

(Section 1 of Article 64 of the Patent Law). An amendment for

adding a numerical limitation appears to restrict a claim or

clarify an ambiguous description, but is sometimes considered
as substantially broadening or altering the claim. This report

will discuss only amendments made after allowance for
pub l I oat.Lon , as amendments made by way of numerical Lt mtt.a t ion
before allowance for publication are treated in a similar way

to those made thereafter.

4. Court Decisions Concerning Numerically Limited Inventions

and the Issue of Significance of Criticality Discussed Therein

4.1. Court Decisions Involving the Issue of Identity
The following decisions exemplify the cases in which the

identity of a numerically limited invention was argued pursuant

to the provisions of Section 10f Article 39 'of the Patent Law:

(nCasel"'l:
Case of "Thermoplastic Mixture",TokyoHigh Court, 6th

Civil Dept. ,'gyo-ke' No. 154 of 1978, September 29, 1981.
The,court canceled the trial decision of the Patent Office

holding that the present invention defined by a numerical
limitation adjoining in range the numerical limitation of an
t nventt on in an earlier filed application was identical t o the

latter invention. The invention in the earlier filed

application was a flame retardant polyolefin mixture containing

5 to 25% by weight of compound (A) based on thepolyolefin
weight. The present invention was a 'flame retardant

polyolefin mixture containing 2.tolessthan 5% by'weight of
."

was
The proportion of compound (a) in the mixture of the present

invention, which.had been 2 to 20% by weight in the original

application, was .. thereafter amended, and was 2 to less than

5.3% by weight when the application was finally rejected, and 2

to less than 5% by weight when the trial' was demanded against
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the Examiner's decision. The Patent Office concluded that the

limitation of "less than 51 by weight" according to the ~resant

invention did not have any significance of criticality, While

the limitation of "5 to 251 by weight" according to the

invention of the earlier filed application had no significance

of criticality, either,as it was merely an i nd Lcat.f on of the

amount of compound (A) to .be used, and. held that the two .

inventions were identical to each otheF.
The court, however, concluded that they were not identical

for the following reason:
"The limitation to the amount of compound (A) (5 to 251 by
weight) according to the invention of the earlier filed
application is an essential feature thereof pursuant to

the provisions of Section 5 ot Article 36 of the Patent
Law. The limitation to the amount of compound (a) (2· to

less than·51 by weight) according·to the present invention

does not overlap the range limited by·the invention of the

earlier application, though it may not have any

significance of criticality. Insofar as theamourit of
the compound used by the present invention differs from

the amount used by the invention of the earlier

application, the trial decision is wrong in concluding
that it is identical to the invention of the earlier

application, simply because the limitation to the amount

of compound (a) has no significance of criticality."
(2) Case 1-2,

Case of "Moldable Resin Composition-, Tokyo High Court,

13th Civil Dept., 'gyo-ke' No. 85 of 1979, April 27, 1981.
This is another case in which· the court canceled the trial

decision of the Paterit Office holding that the present
invention defined by a numerical limitation adjoining in range

the numerical limitation of an invention in an earlier filed

unsaturated polyester was defined as having a molecular weight

of 142 to 215 per double bOrid according to the invention of the
earlier filed application, the present invention limited t to

over 215 (exoLudl ngiz l S}', The Patent Office concluded t at

the· two iriveritions were substantially identical, since no
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'.

signifi~anceof. criticallty could be found in the numerical

limitation of either of the two inventions.

The court rendered the followingdecisionl

"If the numerical limitation according to the present

invention had no significance of criticality, it would be

correct to conclude that it was identical to the invention

of the earlier application despite their difference in the

range of limitation. The examples described. in the test

report concerning the present invention, however, confirm

the results of the numerical limitation described

qualitatively in the specification. Therefore, the

numerical Umi tation aooor-d i ng . to the present invention is

of a significance of criticality, and it differs from the

invention of the earLi er- filed appUcation."

(3) Discussion:

In both of the cases., the Patent Office concluded that,

even if the two inventions clearly differedfr9m each other in

the range of numeri ca l Lfmi t a t i on, they were identical. unless

the numerical limitation for each invention had in itself

significance of criticality. The court did not agree to the

pOsi t Lon Of the Patent Office in Case 1-1 ,but he.l.d :that no

significance of criticality. was necessarily required of'. the

numerical limitation of each invention. In Case 1-2, however,

the court held the. two inventions as being identical if the

numerical limitation of the pr-es ent.. invention had. no

significance of criticality, while not referring to the

significance. of criticality of the limitation for the invention

9f the earlier application. Thus, the court took different

positions from one case to the other.

Aocordingly, it is not yet clear whether it is necessary

to consider the significance of criticali ty. of. a numerical

limi ion when discussing the issue of identity. Insofar as.......
the provisionscof Section 1 of Article 39

intended to avoid double patenting, it appears that it may not

.always be necessary to consider the presence of any such

significance of criticality when discussing the issue of
identity, if the two inventions in question are both

numerically limited and can be. numerically distinguished fr.om
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each ether.

4.. 2. Court .Decisicns Invclving the Ls aue of Unobv Louane s s

( 1) Case 2-1:

Case of "Method of Producing a Rebonding Foam", Tokyo High

Co ur-t , 13th Civil Dept., I gyo-ke 0 No. 36 of 1981, M"rch

27,1985.

The court supported the trial decision .whicll .denied the

unobviousness of the invention, as the limitation to the amopnt

of the solvent to be added to the binder had no significance of

cr-i ti cali t y,

The Examiner in the Patent Office ci ted a plurali ty of·

references to shoW that a method of producing a rebonding foam

by using a. polyurethane pr-epoLymer- as a binder ·.for bonding

scrap chips of polyurethane had been known prior to the filing

of. the application. The applicant, therefore, limited tile

claim. by limi ting the composition of the binder and-t he amount

of the solvent to be added to the binder. As a result of the

limitation, . the binder c.ontained 1 to 10% ofeafree isocyanate,

··~·---··-100-!?artsbyweightof the binder. The applicant. argued.that

the. invention would now pr-oduce unexpected r-esul.t s ,such as

being capable of producing a rebondillg foam having. excellent

physical properties, e.g. lOW re",idual compressive ",train.

The specification contained .two example", in which the

physical properties of". the' r-ebondt ngfo",maccording. to the

invention were compared wi th those of the conventional

pr-oduc t s , In both of thes.e· examples, . however, the amount of

the solvent was 53.8 parts by weight for 100 parts by weight of

the binder. The court conCluded that the invention. could not

be considered to produce excellent results over- the' whole range

reci ted for the amount. of thE: so;I.vi;lnt,.by ..way•.or...examp.les.

court also concluded that the test report submitted by the

applicant during the examination. proceedings did not show any

appreciable difference between the re.sults obtained.by using

the upper limit of tile amount of the solvent and those obtained

by usi ng •a larger. amount. Thus, the cour-t held. that. the
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limitation of the amount of the solvent could not be considered

to have any significance of criticality, and supported the
trial decision saying that the invention was obvious from the

disclosures of the cited references.

(2) Case 2-2:
Case of "Laminated Product", Tokyo High Court, 6th Civil

Dept., 'gyo-ke' No. 281 of 1981, February 28, 1984.
The court concluded that the numerical limitation of the

invention wasaf significance of criticality, and canoeled the
trial· decision which had denied its unobviousness.

The invention was a laminated product obtained by bonding

a metal and anethylenic polymer with a carboxyl containing
polyolefin~ethylenic polymer as an adhesive having a metal
carboxylate proportion, or neutralization· degree, of 1··to less

than 10 mol %.

A reference was cited as disclosing a similar laminated
product and teaching· that a polymer would increase its adhesive

strength with a reduction· in the degree of its neutralization.

This fact was demonstrated bya.continuous curve representing a

gr-aduaLvdecr-ease in adhesive strength with an increasing degree........... = .
of neutralization. This curve was prepar.ed

results of the tests conducted by employing different degrees
of neutralization, I.e. 0,17, 25,... No test was conducted

at any degree of neutralization between 0 and 17.
The·drawings accompanying the specification for the

present invention include a curve showing that according to the
invention. The maximum adhesive strength was obtained at a

neutralization degree of 1to10 mol%, and that it was higher

than the values shown ill the reference.

The court concluded that a comparison of these drawings
confirmed the significance of criticality of the limitation to

.);\1.<". l1<"u1;l:'aU",ationdegree of ~he. pol)'lIle"fl"c()rding to the
invention, and held that the invention was unobvious.

(3) Dd s cuas l on s.

In both of the,cases, the point at issue was the degree to
which the significance of criticality of a numerical limitation
was disclosed. In Case.2-1, the court concluded that the

disclosure of the examples was insufficient to· show the
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significance of criticality of the numerical limitation stated

in the specification. We believe that the court was correct
in jUdging that results obtained only at a particular point

within a range of numerical limitation would not support its

significance of criticality over the whole range.

In Case 2-2, the graphical representation of the results
obtained from the examples shows that the maximum adhesive

strength was attained w.ithin the numerically limi ted range. As
this fact is apparently ,not obviousfrom'the curve shown in the

reference,webelievethat the court decision in the present

case was correct.
The Patent Office and the court share the same opinion

that, in order to have a numerically limited invention

considered unobvious, it is necessary to show the' s ign if'Lcance
of ern ticali tyof its numeri cal limitation. Thus, .it can be

said that the presence of significance of crIticality is an

important factor fortheunObviousness of, a numerically limited
invention.

4.3. Court Decisions Involving the Issue of Amendment after
Allowance for Publication

The f,ollowing are vexampLee- of cour-t dec i s i onau.nvoLvt ng an
argument as to whether an amendment made after allowance for

publication amounted to the narrowing of a claim for pat eri t, 01"

utili ty mcdel registration:

( 1) Case 3-1:

Case of "Golf Club", Tokyo High Court, 13th Civil Dept.,

'gyo-ke' No. 25 of 1980, June 30,1982.
The court supported ,the trial deo Laion holding an

amendment as introduction of new matter.

The original claim for utility mOdel registration read as
follows:

striking surface on its head, 01" at the frohVedge, front
and. real". edges ,front and'lower edges, Or front, real" and
l'ower edges of said ball st;rit<ingsJlrface so that said
bias weight may surround the center of said ball striking
surface"
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'There was no numerical limitation as, <to the position of the

bias weight. The applicant, then, made a voluntary amendment
incorporating a numerical limitation, and the amended claim

read as follows:
"A golf club having a bias weight disposed around a ball

striking surface,(I) said bias weight being located on a

line joining the outer periphery of said ball str~king

surface and its center of gravity, the distance between
the inner and, outer peripheries of said bias weight and

the distance between the inner periphery of said .bias
weight and said center of gravity having a ratio of Ito

2, (2) said bias weight at ,two specific points and said
ball striking surface having a weight ratio of 1 to 5, and

not more thanl,respectively".

The court concludedthat,though the specification as
originally .f i I ed and as published suggested that the bias

weight was located closer to the outer periphery of the ball

striking surface than to its center and was of substantial

weight, neither of the numerical limitations (1) and (2) was

de scr-Lbed in the specification as originally filed, and that
'since i.t wasel",,,!" th"t'llriexpectedre:;flllE's wo,l.Ild

,the amendment, it was considered as substantially altering the
claim.

(2)Case 3-2:

Case of "Method of Improving the Quality of Food", Tokyo
High Court, 6th Civil Dept., 'gyo-ke" No. 100, of 1977,
November 20, 1980.

The court canceled the trial decision~hich had concluded

an amendment made after allowance for publication as
introducing new matter.

The claim in the specification as published read as
follows:

"A method ofjmprevingthe quality bffood compri
contacting food containing a protein with an aqueous

solution oOntaining a ,monobasic amino acid ora salt
"t,hereofand having a pH of at least 6".

T,he applicant amended the wording "having apHof at least 6"

to "having a pH of at least 7.5 when the aqueous solution has a,
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concentration of 1%". The applicant also made anameridment

for narrowing the claim by reCiting a specIfic amino acid, and

canceled and added some examples. ThePaterit Office concluded

that the amendmeritintroducednewmatter, insofar as the

specificaiion as published did not show any, significance of

cr-r t Lca l t t y in the limitation to a'pH of'<a t least 7.5.

The judgment of the court was, however, as follows:

"It appears from the' disclosure df'thespecification as

pUblished that the same results Can be"dbtairied when the

solution has a pH of 7';501' above, or 10, 12 or above, as

when it has a pH of less than 7.5. In other words, the

disclosure cannot" be interpreted 'as teaching that ' the

inventiol1 defined by the amended Claim would produce

better results than the invention as originally claimed.

Therefore', 'the amendment can be cons Lder-ed vas riarrowing

the claimnumerica'lly, and it cal1not be concludedtllatthe

amendment introduces new matter. The addition of the

example should be considered asclarifyil1gan indefinite

statement."

<3 ) Case 3-3:

'gyo~ke' No.

compar-at t verexanpje, and a'dded two examples. The

as published showed a preferred saponificatiori

range of 75 to 79%, but did not mention 78%

For this reason, the Patent Office did not

examples to a

specification
degree in the

epec i.f'LoaLLy ,

intrcducednew matter.

The claim in the specification aspublislled set forth a

methcdfor the suspension polymerization of vinyl chlorideIl1

an aqueous dispersing medium employing as a suspending agent

polyvinyl alcohol having a saponificat'ion degree of 70 to 80%,

a 4% aqueous solution-of saidpdlyvinylalcohol having a

viscosity of 5 to 30 cps at20oC. The applicant amended the

saponification degree to a range of 70.0 to 78.0% and the

........~ n Case of "Vinyl Chloride" ,Tokyo High Court ,

346 of 1980, July 28, 1983.

The court canceled the trial decision which had concluded

that an .amendmerrt made ·after·allowancefor' pubL'i.ca't t'on had

enter the amendment.
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The conclusion of the bourt was, however, as follows:

"The object of the Lnvent.i on defined by the amended claim

is ezactly the same as that of the invention as originally

claimed. The amendment does not introduce any new object

or result of the invention. It cannot be considered as

altering the technical concept of the invention. The

amendment should be interpreted as introducing a further

limitation to the'saponification degree and viscosity of

PVA and thereby further clarifying the advantages of the

invention. It is considered as· narrowing the claim, and

not introducing any new.matter. The addition of the

examples is considered as being merely intended to show

the resu~ts of the invention more clearly."
(II) Discussion:

It is possible that an amendmel)tfor introducing a

numerical limitation made after allowance for publication such

as (1) a numerical limitation to a broad claim originally not

contai.ning any such limitation (Case 3-1), or (ii) a further

limitation to a numerical limitation already existing in a

claim (Case 3-2 or 3-3), may turn out to alter the claim unless
the Ltmi t a t i on to be Lntr-oduced

specification.

In Case 3-1, the amendment was dismissed by the Patent

Office since the .amended invention would produce' resul ts not to

be expected from the invention as originally claimed. We

consider that the court was correct in supporting the trial

de.cision dismissing the amendment as introducing new matter,

insofar as the original specification did not mention the

numerical limitation nor.itssignificance ofcri ticali ty ,. and

the amended claim defined an invention producing results not to

be expected from the original disclosure.

In Cases 3-2 and 3-3, thecollrt judged the amendment as
• M ~.' .~._~.".'••'.-.'._'nm~;",",'_"""'"

notintroducing n",wmatter since the numerical ranl';efell

within the originai range, and the results obtained from the

in.vention defined by the new claim were considered comparable
tc those attained by the originally, claimed invention.

The court hold that the restriction of the numerical range

by use of the new values not specifically mentioped il)the
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specification would not constitute new matter, and thus the
court seems to give less importance to the presence of

singnificance of criticality in the original Specification. A

study of this point appears to be necessary for clarifying the

reasons for the different positions taken by the Patent Office

and the court.
We believe that these court decisions are worthy of

attention, as they apparentlyinflbence the practice of the

Patent Office.

5. Important Points Affecting Our Practice
The following is a summary of the important points which

we have learned from the court decisions as affecting the

patent practice, including the preparatibftof an application

and its prosecution.

5.1: Identity of a Numerically Limited Invention

It is important to consider the issueof'identity; not
only for determining~if two inventions have an identi6al

~-~--~~--Technicalcon6ept,6utaisofrom··tlie:3 t aridpo i nt. ofavoi ding

double patenting. As above mentioned, anurnerical-range
recited in a claim should not bea mere numerical limitation or
change (Patent Office Manual of ExaminingPrbcedbre Concerning

Identity of an Invention). Therefore, the P!itent Office rnay
require the disclosure of the significance of criticality~of

any such numerical limitation in connection with consideration
as to the identity of the invention in question with another'.

When an application is filed, it may happen that an

earlier filed application with which it will later be compared

is still to be published. Therefore, it ii difficult to state

in the original specification any numerical limitation that the

significance of criticality. In order to facilitate the
acquisition of a patent, however', it is desirable· to state any
possible numerical limitation and the significance of
criticality in the original specification.

If the issue of identity arises, it is adv r s ab l e; fir'stof
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all, to make an argument concentrated on the avoidance of

double patenting,and then clarify the significance of

criticality of any numerical limitation, if possible.

5,2. Unobviousness

The unobviousness of a numerically limited inyention

depends on the significance of criticality of its numerical

limitation. The significance of criticality differs from one

invention to another. It is difficult to establish a single

standard which is common to all inventions. The following is,

therefore, merely an example of the manner in which we suggest

the significance of criticality of a numerical limitation

should be shown, in the specification.

The. :;,ignificance of critiCality of a numerical limitation

for an invention,· particularly in the field of~chemistry or

materials, should be shown by way of examples and comParative

examples. The examples should cover the whole range of the

numeric~l limitation and be compared with comparative examples

directed to a range which falls outside the range to which the

invention is limited. The use of a graph~Or graphs is an

effective ·me);hod:of·presentingsuch examples

It is not infrequent for a:;,pecification to describe a

numerical limitation as not being ,an e:;,sential feature of the

invention, fOr instance, "preferably 10 to 20% by weight" ofa

certain substance, or to show an example or. examples which are

directed to only a single specific value even. if the

description contains a. range of values. It is, however,

important to include a variety of examples in the original

specification,as stated hereinabove in view of the possibility

,that a numerical limitation may have to be incorporated into

the claim after the application is filed •

• Amendment after-Allowance forl').!biicati.on

rheapplicant often finds it necessarY .to amend a claim

after the pUblication of his applicationcin order to overcome

any opposition lodged against it. If a numerical limitation

which is introduced by the amendment is not considered~as

Qaltering theQobject or results· of the inventionas,defiried by
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the original claim, with ihenriginil claim having a broader

scope than the amended claim, the amendment may be entered,

even if the numeri cally bylimi ted 'j'inge is not specifi cally

stated in the specification as originally filed, or as

pUblished. It appears that the deletion or addition of an

example or examples is also permissible.

6. Conclusion

We have discussed a number of court decisions concerning

numericallylimi ted inventions ,and s;'mma~i.~ed 'tti'e important

points whicl:tthey t:eacl:t\.ls. While there are, of'vcour-s'e ,other.

points that must .be kept fn mind in' our.practTce,' we haveishovn

onlythe,points'Mhlchwe'have,learned frOm the court decisions

which; have p"rticular:Lycj,rawn:our :'!pecial: attention. Insofar:

as Japanisa count r-y i,nwhich,written: Law governs,we ar-e.mo.t

certain, but be Li eve thattl1e court, de(lisions which we have

discussed hereinabove will have asignif'Jcant inf:Luenceon our

practice. We will be happy if t h Ls r-epor-t; i"',of help to any

of you.
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NUMERICAL LIMITATIONS·· IN U.S • PATENT CLAIMS

My topic today is numerical limitations in U.S.

Patent c Ladms , I will limit my discussion to the patient;

procurement aspects sincethel.'e will be another paper that

deals with the patent infringement aspects. That"paper
will dLscus s the problems of claim scope interpretation
including the doctrines of file wrapper estoppel and
equivalents.

There are many reasons that a numerical limita­
tion might be put into a U.S. claim. As we all know,

there are three basic substantive requirements for patent­
ability in the United States. The·invention must be new,
useful andunobviolls. In addition to the characteristics
that the invention must have, the ~pplicantinust meet two

additional requirements. In the specification he must
enable one of skill in the art to practice the invention

and in the claims he must distinctly point out what he
---"" regards .··as his invention. ObV!ollsIY,--the"se

ments ar~ interrelated and .it is not always easy to .•...••.
separate them. However, in U.S. practice, all of these

requirements can be the rea.sonfornumerical claiiD limits;'
tions.

Take for example the requirement that the inven"­
tion be us e fu'l , If an applicant knows of a significant
range of inoperative embodiments within the scope of a
broad claim, he might consider a numerical limitation to

limit the claim to only those embodiments that are use­
ful. As anillustration,assume that no
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polymer type .B. However, the applicant knows that if the
glass transition temperature of polymer B is above 50
degr ees C the two polymers can. not; be mixed. In order to

avoid claiming combinations that obviously will not work,
he might put the numerical 1imi.tat ion to glass transition
temperature into the claim. This would be required even
though no prior art showed any combination of A andB.

As another example, a nume~ical limitation m~ght

be inserted into the claim if the application is rejected
because .the appl.Lcant; fa;\.led to pr'ovd.de enablementfor the
broad scope of .the original claim. To illustrate this

situation, suppose that in the.aboye ~xamplt! theapplican.t
had not actually tested polymers having a glass transition

temperature above 50·degree~ but all of hisexa~ples used
polymers which were between 4() and 50 degrees. If the

Examiner had good reason to allege that combinations of
polymers outside this range cou~d not be made by the

methods disclosed by applicant, he might requi~e limita-

t ion to tile~ ~()t!l5()degri!E!l:al1gli!~

In both of these cases, the numerical limitation
has notiling to do with the prior art. In these situa­

tions, there is no need .that embodiments within the scope
of the numerical range cited show any unexpected results

in comparison to. embodiments outside th.e range.
Often, where thE! limitation is not. needed to

distinguish over close priQrart, a numerical. limitatiQn
can be avoided. InstE!ad, a functional limita.ti()n Fan be
used. FQr exa.mp~E!, rathertilan rE!cite specific amounts of
drug X in a composLtLon claim., .Examiners. will usually

accept languagli!sl,1cha.s.,
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carrier and a therapeutically effective amount of drug

X,"Thiseliminatesany inoperative embodimerits while,. at
the same time, does not severely restrict the claim, If

the prior art is close however, more clearly defined
numerical limitations maybe re.quired.

I believe that the pra.cticeofusinglimitatioris
for reasons other than to distinguish over the prior art

is the aspect.ofU.S. ctaim;drafting practice tha.t differs
most from Japanese practice. It is Illy understanding that

in Japan, Article 36 paragraph 5 states that the claim of
the Japanese application recite only the indispensable

constituent features of<the invention. It is my further
understanding that . indispensablemelilDs that the feature is

necessary to. distinguish from.theart and to provide the
KOKA. There is usually no reason' to recite features;so

that .all/embocliments within the scope of the claim are
operative or to put into theclalni a fea.tureonly bacause

. all of the examples happen to/ have thatfea·ture.· The
'",_._focus..is,.' on..·.whether··theco,feature, rLs: ·ne'cessary·'to·provid·e

the KOKA<ofthe invention. It is for this reason that I
believe that claims in Japanes.e cases usually have ·fewer

featuresthan<do.similarU'.S . 'claims. Ia1so believe that·
this is/the reason that claims . written according. to U.S.

practice· can be' inappropriate in' Japan if/they's.refiled
without modification, but that is the topic of another

paper. Conversely ,the .Iapanes a-appLd.cant>. filing'in the
U.S. might find heneedstoraddfeaturesto'avoid

trouble. I certainly invite cOmIDent ori this ·point.
Often the purpose of a numerical limitation in. a

is
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unobvious. The "new" requirement is relatively easy to

meet in the U;S. For an invention to be new it must not
be identically disclosed in a single reference .If a

numerical limitation is relied onto establish newness it
is only necessary for that limitation to be different in

any. way from the reference. For example, if the reference
diScloses only a range for the numerical limitation·of
from 1 to 20 ,then a range f rom 2 to. 19 distinguishes over
that '['eference. However, if the reference shows a range

of from Ito 20 and a specific example atlO,then a claim
that recites 2to 19 is not novel over that refer.ence •

This is because there is a specific embodiment in the
reference<thatiswithin the scope of the claim.

EVen though the claimed range is completely
within the range shown by the prior art reference, a
patent can s.till be obtained. The case of In. '['e. Weymouth
and Koury, 182 USPQ 290 (CCfA 1974) illustrate.s this

point. In that case,the invention.involved a high

lamp. Applicant had found that if the ratio of halogen
atoms to mercury atoms in the device were in the range

from 0.08to.0.75,the amount of desirable white light
that .was given off by the device was optimized. Ar.efer­

enceshowed an identical devic.e except that the. ratio of
halogen to mercury. was calculated to be between 0.0000001

and 1. 3. Applicant showed in his original application
papers that his more specific range was critical by way of

a graph which showed the whi.telight output as a function
of this ratio.

-118-



No question was raised under 35 uSC 102 which
illustrates that there was no quest10nthat the invent10n
was new even'though the new range was completely within

the old. However, the Patent Office found that the
invention was obvious under 35 USc. 103. It was alleged

that the claimed inventionwollid have_been arrived-at
through routine experimentation. TheCCPA reversed the

Patent Office. The Court found that the reference did not
disclose any relationship between white light emission and

the ratio of halogen and mercury. This,said the Court,
came only from applicants disclosure. F'urther,theCourt

found that the reference taught away from the use of
applicants claimed ratio. Even though the reference
taught abroad range, it suggested that the lower end of
that broad range should be used. Thus, one ofskill1n

the art would 1I0thave arrived at the Claimed invention by
routine experimentation and the invention was therefore
not obviolls. This must,not have been an easy case for the

-------Court--however-s incetherewaS'ad1ss-ent Lng--op11l{"00.

The situation might be different if the Claimed
range just touches the range in the reference. In the
case of In reMalagari,182 USPQ 549 (CCPk1974) 11 process
for making steel was claimed. The process differed frolIl

the prior art only in the amount; 'Of carbonused 'in the
first step. The claimed amoUnt: was between 0.03% and

0.07%.. Reference A showed a range of 0.02% to 0.03%.
Reference B showed 0.02% to 0.035%. The Court said that

the only possible
based on reference A.

rejection would have tob~

that the fact that
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might be signifi~ant, Interestingly, they failed to

decid", the. point. They found that the.inventioll was at
least primll facie oJ:,vious over the. references. and thatth",

applicant had failed to establish that the rel'ults that
were obtained il) the claimed r.s.llge were unexpected. The

Court th1Js llyoided the antici,pationissue.
1l,s I.notedearli.E(r, whether there is lin invention

in .the discovery of a particular numeric.al limitation in
an otherwise conventional process is not an.easy ques .. ·

t Lon , The case of In reAntonie, 195. USPQ6 (CCPA 1977)
also involved dissenting opinions. That case involved a

waste treatmellt device.characterize4.inthattheratiQ of
throughput to contac t or a.rea wa5<specified t o b", 0 .122 .....
gal/ft • The prior art referellce.disclosed.no inform.a-
tion regarding this ratio. The.Pat",ntOffice decided. that

thE(optimujllratio ~ould be deter.mined bYOneskiHed in
the art J:,y l:'Outine experimentation and the dissenting

JUdgesagre",d.The. majority of the Court didnot.agree
however. They found that the ratio in question was not

." ~ ..; , """., ".',,",_'M,,_.••.'d .~.; C' __ ' " , ..~,." ...'."'"_""",".~ "'_' "_"""~'e.-_ ..",. ,, __ _ ..~ ...•__ '.'M. .. ,._·,_,·.".-_.'M'· " _·, ..," '., _. ,_,_, ,_ ,_,__;_ •• ••••.••••

known to have an)' effect on the result t:hat the applicant
desired to achieve. Thus it. would pot have been obvious.

to optimize. thi.sfeature. Th",y pointed .out that in .the
U.S., "obvioustQ try~' is not the standard. The question

is whether the inventioll "as a whole" would have.been
obvious. The case .of In re Yates, 21L.U.SPQ 1149 (CCPA

1981) confirms this decision.
Even if the variable that isoptimizeq is known

to be rE(su~t effective, optimizing that variable can still
produce apatent:ableinvelJtion provided the result. that is

achievedis.unexpecteqly .g'J9''''.. ;
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sufficient data to convince the Court that the results for

all of. the claimed range. are unexpectedly good. Thecase
of In re Boeschand.Slaney,20SUSPQ2lS(CCPA 1980)

involved a nic~el·based alloy. It.was known that. the
value of the. parameter Nv had an .effect on the ·formation

of the "sigma phase" of the alloy. The forlllationof this
phase was also kriown·tohave ariadverse effect on the

properties of the alloy. Applicants alleged that if the
value of Nvwas2.3Sor less, the sigma phase was

entirely eliminated. They also alleged that· this was
unexpected and that the resulting properties of the alloy

were unexpected; The court agreed that ifthis·could·be
shown, the invention would be patentable. Unfortunately
for .applicant however, their datashowedonlyone·example
ofalowNv alloy and this was insufficient to establish

the unexpected nature of the entireseopeoftheir claimed
invention. Applicants . after the appeal mi'ght have been

able to return to the Patent Office. and provide the
.necessaryadditionaL·datll.·.· ..,.

That basically covers the. patentability reasons
for numerical limitations in U.S. claims. However,

numerical limitations.. sometimes. raise different kinds of
issues. Kato-san of Japanese Group Committee No. lis

deliv.~ringa paper on the present topic from the Japanese'
point of view. He was kind enough to s'endme a brief

preview of that paper so that I mightcoordiriatesollle of
my cominentsto that paper. I would like to address a few

of the points he raised from the point of view ofa U:S.
practitioner.
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Apparently,thereis a difference between twa
Tokyo High Court decisions dealing with numerical limita­
tions in the situation where a second application is filed

before an earlier filed application is published. In one
case, the Court required that there be patentable signifi­
cance between the numerical limitations of the two claims
and in the other, required that there only be a clear

diff~rence in the numerical range.
In a similar situation in the U.S. an interfer­

ence would probably be declared. If the claims were
otherwise identical and.thenumerical ranges overlapped, a

count .would .be proposed to both parties. The proposed
count would have a numerical range that included all of

both ranges. The parties would attempt to prove priority
and the winner would have a patent issued to him iricluding
his o:r;iginally claimed range. The loser would.have his
application rejected as being unpatentable over the lost
count, (see 35 USC 102(e»

If therli[lg~scl()n()t

might also. be dec l ared, Again, a count might be suggested
which would include both ranges •. However, the parties

could argue that there is no interference in fact. In
such a case, the party alleging no interference in fact

would have to show that the difference in numerical rangea
between the two original claims is. patentably signifi­
cant. The analysis would be the same as. I have previously
discussed. Unexpected results far one range in comparison

to the other would probably. have to be. shown.
Kato-san also asked how the USPTO would handle
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limited by amendment. Would the further limited range

have to be supported by the description in the case as
filed? The answer is yes it would. In all cases,the
claims must be supported by the specification. However,
support can be found anywhere in the application as

originally filed. For example, if the only place that the
new narrowed numerical limitation appears in the original

application is in one of the dependent claims, that
narrowed limitation can still be in.serted in the broadest

independent claim. Also, the new range might be derived

from the working examples even if the exact range is not
explicitly disclosed.

There are several cases that illustrate these
points. The problem is usually discussed in the context
of the description requirement of 35 USC 112. The case of

In re Wertheim, 191 USPQ90 (CCPA 1976) is particularly
interesting because: it shows, as we say in English, both

sides of the same coin. The LnventLon Ln that case
--~---reTifted-to-iF process for-the product Lon

coffee. The claim included many numerical limitations·.
One of the limitations<was the percent solids in the
starting coffee· extract; WertheilD's·applicatiohwaS
involved in an interference and he needed to show support

for the·percentsolidsrangeiinhisiSwiss priority appli''­
cation in order to be successful. HisiSwiss priority

application<disclosed25-60%with specific examples at 36%
and 50%. Claim 1 recited "at least 35% solids".withno

upper limit and claim 4 recited "35 to 60%s6lids".
The Court fOIll1d that the S~iss application did
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upper limit,claim 1 included subject matter that was not

included in the Swiss application. In contrast,claim 4
was described since the entire range of claim ~wa.s

included in the Swiss disclosure. The Court said that the
function of the description requirement is to ensure that
the inventor had possessioriof the invention as of the
Swiss filing date. As to subject matter above60X,·the

Swiss application did not indicate that the ,applicant was
in possession of it.

There was, also. another numerical limitation that
was in issue. In one of the, process steps, the f roaen.

coffee was ground into particles. The applicants' Swiss
applicationdi$closed thlit the particle size was prefer­

ably, and theC9urt str,;ssed "preferably", within the
range of 0.25 to 2.0mm. The claim recited "at least

o.25mm". At first l:;his appears t orbe t.he same,s il:;uati,on
as claim 1. No upper limit in the claim but; an upper

1 imit· in the Swis.s description. 1:l9Wever,. the .Cou1;'t had no
m .~. trouble,~i~n~dec:idingthat ..,fo.1;',.l:;h,; ...pa rt icle.size ...1iIllil:;atJc:'!I',m~ .:

the Swiss application described the illventi",n claimed in
the U.S. I believe that this can be. explained by thefllct

that the Swiss application referred to the uPPer limit as
being pr.eferred. By referring to the upper limit as beLng

preferred, applicant implied that particle sizes outside
this range could be used. but werenot.as advantageous.

Thus" the U.S.· claim with no upper limit was no trbeyond
the description of the Swiss application.

One last case to illustrate another P9iIlt. The
case of, In. re Blaser ,et.al, 194 U:';I'Q ~22 (CCPA 1977)

in"6~veda;situat:L9Il\wl:lere;.a eLadm Il\JlIle1;':L9aJ .>lo:I,Illil:;a:HoI1t:",
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was entirely derived from working· examples. The numerical
range could n6tbe ex:presllly fOund i.il the application but
could be calculated from working examples 1-6. Agaill,the

Court was. only ipterElst.Eld in whElt.herthe original applica­
tion show~dt:hat the.aj>plicant~ll..siIlposs'~sBion of the

invention; I.twasnotnecellse.ryf~rtheIlPplicationt.~

use the exact.words th.at. e"ent.uli11yeodEldlJp in.th.e claim.
I hope that 1 have giv~ri Y6li some insight Lneo

the use of numerical limitations in U.S. claims. As with

any issue that involves practice, there will be exceptions
to what I have said. The practice might even vary
dependipgon t.he art that is involved. If there are any
questiOns or· cOmments, please feel free to ask.
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Comparison of 35USC1l2 with Japanese Patent
La... Article 36(5) As Applied to Claiming Prllctice

Summary

35USC112 requires claIms which particularly point out and
distinctly claim the AppH cant s subject matter •.. Article
36(5) requires only indispensable constituent features.
The difference in actual practice between these statutory
standards frequently .causes frustrati~n for the U.S.
practitioner. Dispensable features which originate in his
u.S. claims. cause misunderstanding in Japan.
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My topic today is the difference in claiming
practice in the United States and Japan. I'm not going to

talk about statistical surveys or judicial precedents.
Rather, I intend to talk about the philosophy and practice

differences that I have personally observed. It is my

belief that the lack of understanding of these differences

has caused many of the "problems" that are often
encountered by US attorneys in Japan. These differences

and their misunderstanding can also account for t he narrow
claims we sometimes complain about.

Let me say at the outset that I am talking here

aboutpractlce and philosophy. You will certainly
remember from your own experience exceptions to what I

will say because no two'people will have the same
practices'--- and certainly not if those two people are

Examiners. Also, practice depends on the art that you are
dealing with. Chemical practice seems to be particularly

prone to problems of the 112 type. Even so, the
principles in other art areas should be the same. What I

__.m •• m.mm wimllsay theref6re"l's"me'ant't<f befood'f6i"thotight and not
dogma.

35 USC 112, .secondparagraph states that:

The specification shall conclude with one or

more claims particularly pointing out and
distinctly claiming the subject matter which

the applicant regards as his invention.

Article 36, fifth paragraph states that:

there shall be stated only the

indispensable'constituent features of the
invention or inventions described in the

'detailed expl.anation of the invention.
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While actual practice under these at.andsrds serves to cas t
some light on the differences, it is never-the-Iessclear

that the standards are different. It should COme as ,no
surprise that a claim written to meet the requirements of

one standard might have trouble when'examined under
another.

Turning to the practice under 35 ,USC 112, how

many times in your career have you seoenrejections from
the USPTO such as:

Claim I is incomplete. The amounts of

components A,B and,Carenotsetforth.

Applicant has not 'enabled one of skill in
the art to practice the .Lrrvent Lon not having

an X. (WhereXis a conventional feature.)

Claim lis broad enough to encompass
inqperable embodiments without the

",." '" ".r.ecJ,tatiqD ot miIlimU1ILJiIIl.Q.U[\ts. of Z.

Claim I is indefinite because the

interrelationship of the partsconstitutin!;

the invention are not set forth.

If you have been practicing 'before the USPTO very long,
you probably do not get this type of rejection much any

more. When you first write the claim, it is written so as
to neatly avoid these rejections without any real

limitations being inserted.

thought, of examples in your'ownart'srea. To make the

point further, let me take a hypothetical example from the
art 0.£ photography. The film that you buy in the store

consists of a photosensitive silver halide emulsion coated
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on a flexible plastic material called a support in this
art. The emulsion is often very complicated having
sometimes dozens of chemicals dispersed in a binder such

.a s geLat.d.n, To keep thirigs simple, the invention of my
example isa simple coating of'a silver halide emulsion
having compound X which unexpectedly increases the light

sensitivity or speed of the film. A typical US style

claim might read:

A photographic element comprising a support
having thereon a) at least one
photosensitive layer comprising

photosensitive silver halide in a binder and
b) a speed enhancing layercdmprisinga
binder andc:ompound X inanamourit
sufficient toiricreasethe speed of said

silver halide layer,' said layers a) and b)

being in reactive association.

Quite a complicated claim for such 'a'simpleiriventiori.
····Complicated and wordy perhaps but in a pr ac t LcLe sense 'not

very narrow. Lets look at some of the phrases and see why
they are there.

"support" and "binder" All really' useful photographic

elements have a support and binder. Therefore,'these

are reallyrion-limitatioris' If you leave them out,

the examiner wilFreject the case because yOIJ didn't

enable anyone to make an element without them. After

awhile,since they do no real damage, these features
goin all of your photographic element claims.

rejections
-amountsvetc, however does not exclude anything which

.is operable. It again is' really in many situations a
n()n~limitation.
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Ilin reactive,association" This language is used in

thephotograph;i.c art to avoid rejections based on the
lack of interrelationship of features. There is a
stock paragraph for the specification that explains

that the layers are:llrranged so that all reactants Can

come·together and interact when a film is processed.

Again usually a non-limitation but necessary to avoid

a useless office action or appeal.

In some situat;i.ons, this same language can be a

real and necessary limitation. Take Hinan-amount

sufficient to" for example, This phrase can be used to

overcome a prior art reference which shows the same

compound used in a different amount for a different

purpose. The phrases I'm referring to are those that tend

to creep into our usual claim format for the sole purpose

of avoiding unnecessary office actions.

Lets assume that this photographic element claim
Ls filed in Japan without alteration. Will there. be

12J:(>plJ'llIl!'1

The Japanese examiner will be looking for a claim

that recites only indispensable constituent features. In

my opinion these four words represent the biggest

difference between US and Japanese patent practice.

Misunderstanding of these four words· can cause

frustrat.ion, narrow claims and even anger.

Let me illustrate. If a feature is in a Japanese

claim, even if it is II conv~ntional feature, the Japanese
examiner will rightly assume that it is indispensable to

to see what the scope of support is .forthatfeature.

Often he finds only limited support. If the feature is

conventional in that art and does not co.ntributeto the

results on which patentability is based, it will not be
varied in the examples illustrating the invention.
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At one point you have probably asked yourself

Indispensable in Art 36 means indispensable for what

purpose? I think we all know that invention in Japan

includes purpose, constitution and advantageous effect or

KOKA. Art 36 paragraph 4 tells us so. The practice is

that only the features necessary to'produce the KOKA

relied on for patentability are "indispensable".
Conventional features or features which do not contribute
to the new effect are' dispensable. Looked at another way,
features which are not needed to distinguish over the

prior art should not be in the claim.

Note what happens in Japan if you file an

unaltered US claim. The claim contains all kinds of
features to meet the US 112 practice. These features are,

however, broadly defined. The Japanese examiner can not

allow such'broad language for' indispensable features with

so little support. You argue, you might even run
additional supporting experiments ,but what you are really

doing is fighting battles over features which don't even
..~ ....- ··.. ·belongin the claims in the first place. The result

misunderstandingj frustration and' narrow ,claims.

Consider my photographic illustration'and the

following Japanese claim:

A photographic conipositionhaving, as a
speed increasing agent, conipoundX;

"Support" is gone. "Binder" is gone. All of the 112

practiceverbage is gone. The battle will be fought over

the sufficiency of the support for the term "compound' X"

examples.
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Ah but our Japanese agent should place the claim

in proper Japanese form. Knowing which are the

indispensable features requires a thorough understanding

of the art in general and of the art most pertinent to
that particular ,invention. Most agents are not instructed

to study the art:l,n enough detail to make this kind of
determination. Further, the person who·w,ote the origiIla~

case and who .possibly has already had. a US, office action
is.in the best position to m,akethis judgment.

The typical Japanese claim is brief -- sometimes

alarmingly brief for the skilled US practitioner. Gone

are the carefully ,crafted non-limiting functional

s t at.emencs; gone.rare statements to eliminate obviously
inoperable embodiments; gone,is the sometimes intricate
pattern of antecedent basis. What is left are only
Lnd LspensabLe con.st;ituentfeatures, While the, claim might
look broad, the..scopeof the indispensable features will

be v",ry simj)arto the scop!".ofthose Ilame featurell in,tl:le

c or respondLng US case,

One thing You are forced to do in writing a

Japanelle style claim ill to pin point what you think ill

your. invention. This also make s.unany US pcac t Lt.Loners

uncomfortable. They like to build into thei, (:'/l.ses the
possibility of arguing unobviousness based on many

different possible combinations 'oLfeatures,whether these
features are old in the art. or not. They,!,ight want to
argue that it is the specific combination ·of these old
features tl:lat.is unobvious. This way, there is always

re:fugeif a <fa,talreference to their broad invention is

fouIldd\.l:r;ing prosE!cution or lit;:igation. Row!"ver, thill

is .based more on results .than on. unobvdousnes s , ltill,

much more difficult to build in disclosure of advantageous
results. for every possible permutation of features in the
original case than it is to argue unobviousness of

combining those features if necessary at a later date.
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Consider also ,tha.t there is less to lose in Ja.pan
by startiilgwith' a"broad!ficla.im than there is in the US;

lheJe isvirtuallyilo doctrine of eqiif.veLenz s in Japan so
you Los evvery little by na.rrowingyour claims during
prosecution. Further, by filing a broad claim you can
eliminate an opportunity for your competitor to ea.sily
design around your invention by making a change in a

dispensable feature. just to avoid the literal'sc:ope of the
claim.

Thedifference,I have described also, results in

important changes to the Japanese speci'ficafioniil
comparison to the US counterpart. If a feature appears in
the US claim, the US practitioner likes to build a boiler
plate security blanket to support it. A typical
photographic case, for example, might contain a page
describing useful supports and another page describing

useful binders. In the Japanese case, since these

features do not appear in the claims, all of this

disclosure is unnecessary. As a rule of thumb, if a

~,~~,~ ~ 'feature does not contribute to the new effect "ndwill

never be used to distinguish over the art, it should not

be in the claim and should not be described in any
detail. Remember also that translation costs about 9~ per
word.

Finally, a brief digression. This presentation
is basically about the differences between US and Japanese
patent law. However, we also file many or our cases in

the EPO. The EPO examiner likes to see a two part claim.

Unlike in Japan, the features known in the art must be in
the claim but are in the preamble. Also, practice is
libera.l'iil allowing sC:bpe'for features in the prea.lllble.

my s somewhere between US
practice and Japanese practice. Thus, while it might be
possible to draft a claim which is formally acceptable in
all three offices, in my opinion it is impossible to write

-133-



a claim ,that is qptimum for all three. Two revisions of
theUS,cases1:lould, be made, one for Japan and another for
the EPO. This obviously precludes the use of the peT
unless you remember to, amend the claims when examination
is requested. Even then, the specificatiqnwill ~e a

compromise.

'J: hope that ,I have provided ,a good meal for

thought. I would like to open up the floor to
discussion. Notice I didn't say questions since questions

imply answers. Where practice is considered, there are no
answers, only opinions.
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IDENTITY OF TRADEMARKS CONSIDERING FROM TRIAL
CASES OF RENEWAL AND CANCELLATION BY NONUSE

Japanese Group, Committee No.1
Trademark Subcommittee

Yoshiaki Hori, Teijin Limited
NobutoshiSakuraii"Toshiba'Cor~oration

Yukio Sasaki, Fujitsu Limited
Toshihiro Tanaka, Fujisawa Pharmaceutical Co., Ltd.
Nagahisa Yuasa, NECCorporation

Speaker: f(azu.ru~; F"r"K....o1.ha.ra

Abstract
The obligation to use a registered trademark i~

strengthened by the revision of the Trademark Law of 1975
and for proving the use of a registered trademar~, it
becomes necessary that there is an identity betw~en the
trademark as actually used and the registered trademark as
registered.
Trial decision cases made on the identity of these
trademarks were picked up from the official on
trial decision published from 1980 to 1985, were

..._-" ~;~~:;~i~~~i~;~~;~=~~a~::~o~~~d~;;t;~: i s t er';e'~d:e ~~;~~~·~;~aL~k
and the cases of not admitting the identity, and these
cases are further considered in the comparison with the
Examination Standard in the Japanese Patent Office.
Finally, the attentions on the management of trademarks in
relation to identity are stated.
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1. Pre{ace

In the Japanese Trademark Lawi the obligation to use a

registered trademark is strengthened. by the revision of.the

Trademark Law of 1975 and for keeping a trademark right, the

using factors for the registered trademark are more strictly

required than the old law. That is ,'forkeeping ther.igh.t of a

registered trademark, "the use of the registered trademark"

must be proved since

(1) the period of dur-a t i.on of atrademarkr.i.ght cannot, in

principle, be renewed unless the fact of using the registered

tra~mark within·three years' before the application for renewal

is p;oved(Trademark Law, Article 19, paragraph..·2*1 ) and

(2) the burden for proof ina trial for the cancellation

of the trademark registration by rionuseoftheregistered

trademark (for three consecutive .year.s:) isimputedtoa.person

demanded (the owner of the trademark right)'from the demandant

or challenger for the trial in the old law, whereby it becomes

necessar.yfor .the owner of.thetrademark right (a .person

demanded .for th·e· .. trial) (Trademark' Law, :Article' 50!2h

• u •••• Theproof of·"the<useofa reg'isterecltrademarkl~.i.smade

by thepres.entation of the photographs of .. goodsin which .the

trademark is actually used, the packages of' goods; thearticl:es

of propaganda or advertisement of goods,catalogs, etc., but 'it

is required that there is an identity between the used

embodiment of the trademark thus presented and the registered

trademark (the trademark specimen .:.attached·tothe-applicati·on) •

For the judgement of the .identity, .thecriteriaof thinking

defined by the ParisConvention,.Article 5C(2) is generally

considered .to be. a fundament.al one internationally admitted but

the judgement standard differs to some extent in each country

by each trademarl<examinationpractice and ·al·soit .Ls

cons,id.e·red ,·that-··there .a·re,prac.t i·ca·l-,·cases,hard t.o ·,judge ,,,y,."

the.. identitybetween "registered .tI'ademark'.' and. "trademark

used" by ..that

(l)aboutaword trademark, there are four kinds of·

indicativemanners:by three kinds .ofJapanese :Languages ('kanji

(Chinese character)', 'hiragana', and 'katakana',) and., alphabet
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and these relations are intermingled between the specimen of a

registered trademark and a trademark used or under use, 'and

(2) for the'registration of a trademark in Japan, the

actual use of·the trademark is notalways'required as-the

application factor different from. the trademark application in

the United States, and hence the used embodiment of a trademark

at present is not always reflected in the trademark specimen

attached to the application.
The trademark subcommittee studied this problem since

about 10 years passed after the revision of the law and

considerable cases about the disputed point of identity between
a registered trademark and a t nademar-k used in a trial for

cancellation of trademark registration by nonuse and a trial
against a final rejection of a renewal application were

published .Ln the official gazettes on trial decisions •

Practically, the case of admitting the use of a registered

trademark. and the cases of not admitting the use of a

registered trademark were picked up from such official gazettes

for the reference of our -study, .and the contents of these cases

were arranged and classified as attached below after confirming

the embodiments of each
trademark by the corresponding trial documents and the

trademark official gazettes.

2. Cases in Official Gazettes about Identity of Registe!_~_<!

Trademark and Trademark Used

The attached materials are cases about identity between

registered trademark and trademark used in

(1) trial decisions in trials against final rejections of
renewal applications and

(2) trial decisions in triars for cancellation by nonuse,

p!cked\!I'Jrolll th~.trial decis
from 1980 (Trial-Oecision.OfficialGazette .No, 1778).to the

present (Trial Oecision-OfficialGazette No; 2571, pubLd ah ed
July 11, 1985), and these materials are classified as follows
according to the classification of the Examination Standard for
Renewal Application in the Patent Office introdUced in

Paragraph 3 below.
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r Trial decision .cases admitting the. use of registered

trademark
1. Mutual alteration between capital letters and small

letters in Roma.n letters arranged in a same order.

Example) ABC" "abc

2. Mutual alteration:betweenprinting type and

handwriting type in 'Roman letters arranged ina same order.

Example) ABC ,; "'b-<--

4. Use of aregistered·trademark combined with other

word, figure, or mark. (or symbol).

Example) ABC ' ABC XY

3.
composed

Use of one element only in a registered trademark

of two elements common insound·arrangedintwolines.
z- ~.._ y_

Example) ABC ---- I - c"- ;..- -
(If I-t:"~ -;.. - If. is the pronounciationof IfABC"~"pressed

by the Japanese language 'katakana'.)

5. Usein.two lines of the elements of a registered
trademark composed of the elements arranged in one lirie.

6. Use of other embodiment which does not strikingly

alter or change the embodiment.of a registered trademark.

II Trial·decistion cases not admHting the use of
registered trademark

1. Mutual alteration between a trademark expressed by

Roman let.ters"and ..a . trademarkwexpressed·by 'hiragana' i

Example) ABC XYZ ___...., ABC
XYZ

Example) ABC ....---- .I - 1:"- >--

registered
---..,<:::)

2. Use of apart·ofa
Example) <:7 ABC

~139~ .
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3. Use of a strikingly changed' embodiment of a registered

trademark.

In addition,the trial decision cases 'cited below include

not only the cases wherein the identity ofaregistered

trademark and a trademark used was a disputed point but also

the cases that trial examiners admitted an identity being

clearly s.elf-e'lident (in theabo'le-descri bed two kinds of

trials, "whether or not the useini·questioncanbE! the use of

trademark", "whether or not the use in question is the use on

goods.inclu.ded .in. the "designated goods", etc. ,are also
examined in addition to . "the identity of trademarks").

3. About· Examination Standard Relati'lE! to Admission of "Use of

Registered Trademark"in'RenewalAoplication of Trademark

Registration

In the case of a renewal application fora t r-ademar-k

registration, whether or not the registered trademark is used

must be examined and hence the Patent Office makes the

Examination Standard relati'le to the examination thereof open
....... •.......... .m· t;;'0 pub1ic. ·rl1eoufl.i.neo f't;llestandard'r,,>tritr od ticed 6elow.

(.1) Case'of admitting'the'use of registered trademark

1) About types of letters constituting a registered
trademark.

(a) Mutual alteration among 'larious writing

types in the construction of same letters
arranged in a same order.

Change between various printing type

(boldface type, antique>tYPE! ,Roman type.

italic type, Japaneselanguage'stypefa.ces
(kanji),etc;) •

between printing type arid

handwriting type (correspondingtd 1-

2).
Change between capital letter and small

letter in.Roman letters (corresponding to
above 1-2).

(b) Mutual alteration between vertical writing
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'and .lateralwr,iting, in the construction of same

letters, arranged in a same order . (corresponding

to Case Nos. 30 and 31)'0

8
n

21 Casea of a registered trademark composed of

elements arranged illtw{) :lines, etc. ,'(con;esponding to above
1-3I.

Examples shown in the Examination Standard:

*: n t5J1J Cf,aiyo I," means ·'r·sun".

~~'l-'71'> ;I ,

"'/:'..~T); ;C;

*,: " ~',~ f 0 >' "and'''t''I3 Z :> t; " cause a same
sound, I'doruteron'f.

31{Jse of.aregistered trademark combined with other

word, figure, or mark (corresponding to above 1-41,

Cases shown in the Examination Standard:

, iJJliJ:i MIXlk

*: Use of a registered, t.ro.ademark u ttlv 7r. "

"MIXLA" •

VHC
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*::' -1' 7/(;,~n- is .a :ward meaning "water cooling" and

" Ii' I!~ 'f~: "is a general term meaning
I1compressor".

4) Use of an embodiment which does not strikingly

alter or change the embodiment orarE!gistered trademark

(corresponding to above 1-6).
Examples shown in the Examination Standard:

(2) Case of not admitting the use of a registered

trademark
1) Alteration of letter font, etc., of a registered

trademark (corresponding to above 11-1).

Examples shown in the Examination Standard:

8:l't J> NIKKO

I: lI·at" II ='/,:17J1 and "I ~<) -~ j " all sound as

"nikko".

2) Use of embodiment which strikingly alter or

change the. embod Lme nt; of a r-egLst.er-ed trademark (corresponding

to above II-3).
Praotical cases are not shown in the Examination
Standard.

4. Attentions on Trademark Management in Relation to Identity

of Trademarks
(n'A~lsj;ated at the beginning, for keeping a trademark

registration, it is necessary that the "registered trademark"

is used and in this respect, whether or not there is an
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identi ty in a publicly accepted idea be twe en a registered

trademark and a trademark used is a problem in practical work.

Thus, the points to be noticed for the management of trademarks

will be considered by referring to the attached materials and

the Examination Standard.

1) First, it must be noticed that if a trademark is

used by chang i ng .the wri ting system (Romanle.tters , 'kanji '.,

'katakana' ,'hiragana', etc.,lof a. r eg i st er-ed trademar.k, .itis

regarded that there is no identity between the trademark used

and the registered trademark.

In addition, the cases No. 58 and No.6·1arecase.s that

the writing system is changed and it may be considered .from ..the

abcve-ueecr-t bed ExamLna tLcn Standard for renewal applications

that the identity of the registered trademark and the trademark

used is denied but. they. are considered to be. the cases that the

Lderrt Lty of both the ..trademarks is. admi tted and the

cancellation of the registered trademark is avoided on

is considered to be necessary to study further future .casesfor

confirming whether or not these cases bec.ome a general standard

which will be applied to furture cases.

(Registered trademark) (Trademark usedl

No

*: It may be seen that ",j,", a part of the

registered trademark is changed to 'kanji',

II -1. II but it wa.scon"idered in the case that

the .express'ion;,of"!'~'l,1I is a kind of the

No. 61 Buku Buku

"1;;7;;
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SCHMETZ

These cases are, at a glance, considered to be same in the

point of using a figure portion of a registered trademark
composed of a letter portion and the figure portion; However,
in the case No. 12 admitting an identity, the same letter

(word) as the letter (word) outside the figure of the

No. 63

No. 12

-144-

*: A:lteration from of 'katakana' .. i077'7 .. to

r,hiragana I II /J\'~-'< ,5\""< If havin'g'the -sa'mesQuud

as the former.

2) When only a part of a registered trademark is

used, there are the case of admitting the identity and the case
of not admitting the identity. In this case, the identity of

the tr'ademarksis jUdged considering not only the' appearances
of them but also each sound and conoeption causing from the

w'hol'eregistered trademark and the partial portioll thereof,

In regard to the attached cases, the cases of 1-3 are
those admittin~ an identity. There are many cases but these

cases are almost referingto registered trademarks each
cons t r-uct edrby two portions , i.e. , a Roman letter portion and a

'katakaria' 'portion having the sound naturally causing from the

Romallletterportion i.e., the cases that two portions are

regarded 'as having same sound • The use' of only a part ofs\.lch

a registered trademark was admitted to have an identity with

the registered trademark since it Causes a same sound as the

registered trademark. In 'the 'poirit of an l.dentity in sound

the case No. 12 iscontr'ary to ithecase63.
(Registered trademark ) (Trademark used)
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registered trademark appears in the figure of the trademark

used that is, the figure portion, of the latter has the same

sound as the outside letter portion of the former. On the

otherhand,the case No. 63 can be said to be not admitted to
have identity since no particular sound as the letter portion

of the registered trademark is caused from the figure portion

of the trademark used .

.3) Whether 9r not the use of a trademark is a
striking alteration of theembodiIDent .,of the registered
trademark is judged on each..practical,casebut in general , the

use of a registered trademark. comb.ined With other letter,

figure" mar-k, etc., is regarded as having identity with the
registeredtrademar.kbut a partial use ofa 'registered

t r-ademar-k must .be practiced with care •

About the extent of changing a reg'isteredtrademarkithe

caae s iNo , 53. (admitted)and,No.64 (not admitted) ar-e

considered to be instructive.

No. 53

No. 64

(~egi s tered... tra,demark) (Tra,dema,rk used)

depiction.of·a fireplace ,but the

composition of the depiction-considerably
differs from each o.t her- and hence it is

cons Lder-ed that whether or. not t1)e,r.e is, an

identi;tybetween the figure of the
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trademark used and the registered

trademark.

In addition, with respect to a use ofa registered

trademark with other letter, figure,mark, etc. all cases were

admitted to have an 'identity With each'registered trademark and

there were no cases of not admitting the identity. In this
respect,'however, when the addition of, for example, other
letter or word to a registered trademark causes an alteration
of the whOle conception and the sound of the registered

trademark to the extent .tnab : the principal part having a

function of distinguishing the trademark from'others becomes

different from that of the registered trademark, it is
generally indicated that the identity and hence such a use of a

registered trademarkmiJstbemade with care,

Also, it must be noticed that the identity of trademarks

is, as a matter of course, judged from not only the appearance

but also the sound and the conception as well as the practical

work of buisiness trasaction.
(2) Considering from the above-described identity of

" " ~",-,,-,--",~,~-

trademarks, "the following are
between a registered trademark and a trademark used for

properly keeping the trademark registration.
1) in the case of filing a trademark application,

the application is filed in an embodiment in close touch with
an actually used embodiment, and

2) when an embodiment .of a registered trademark is

changed in a trademark for actual buisiness, the changed is

made in the range securing the identity with the registered

trademark as shown in the attached materials and the above­

described Examination S -dard. However, in the case of

pr?,cticall,y u"i ll!!?, registered a
changed.use of the registered trademark may be considered from
a buisiness view point or the effects of propaganda and

advertisement;
3) When the extent of changing a registered

trademark is over the range shown in the attached materials and

the Examination Standard, itis advisable to file a new
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trademark. aoolication.

In regard to filing of the new trademark application,

there is an assiciated trademark registration system and if a

trademark similar to a previous registered trademark is

registered as the associated trademark, even when the previous

registered trademark is in nonuse, the previous registered
trademark can be effectively kent by showing the use of the

associated trademark registered thereafter. Therefore, when a

pre'lious registered trademark is used as a greatly changed

embodiment, it is better to. obtain the registration apout the
changed embodiment by early filing the trademark application on

the embodiment as. an association trademark (in. addition, it

mus t be noticed that for obtaining such benef.it of t he above­
described associated trademark system, the as",ociated trademark

is required to be registered or the benefit thereof cannot be

obtained if the application thereof is perding),

5. In' conclusion
Although the attached mater-LaLs may be hard to understand

for foreig~.erssincetherearecasEl.s about
_____,,~_,~,,~~_m -'o'r----'tl1e japane.se' language and ,clrcumstanees, sp~ciflc,to"Japan

are .involved in many cases, these ma t er LaLs maybe considered

to be understood to some extent at least about the comparison

in e"ternal. appearance of a registered trademark and a

trademark used. Also, since embodiments of each registered

traqemar;kanqtr;aqemarkused ..apenot always shown in the trial
. deci s Lon of[ioial gazettes ,these..embodiments of registered

trademar;ks and trademarks used were oomparatively shown in the

attaohed materials afteroonfirming them by the trademark

offioialgazettes and t.he trial doouments stooked in the Patent

Offioe and we shall be happy if they are .ofany servioe to you

for ke.epir!! ...trad~m.ar.~. ,r;}~$i"Ltr.atipAs ... .in •..Japan,.

·1 : The. Trademark Law, Art i cLe J9, Paragraph 2
The term ofa trademark right O)ay be renewed by

applioation fo[' ['egistration of ['enewal. P['ovided,

however, that this sha.Ll. i not apply:
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(i) where the registered trademark has become a

tr~demark falling under Section4(1)(i) to (iii),

(v),(vii) or (xv I ) ,

(Lt ) where neigher the Owner of the trademark right

nor the owner ofa right of exclusive use nor the owner of

aright of non-exclusive use has used the registered

trademark ·(or, if there is another registered trademark

which is an associated trademark With, respect to the
registered trademark, the registered trademark or such

other registered trademark) on any item of the designated

goods in Japan within three years prior to the filing of
the application for registration of renewal (or prior to

the expiration of the time limit prescribed in Section
20(2) if Section 20 (3) is applicable).

*2': The Trademark Law, Art icle 50:

(1) Where neither the owner of the trademark right

nor the owner of a right of exclusive use nor the owner of

a right of non-exclusive use has been continuously using,
in Japan for three years or more, the registered trademark

on each itell' of thecles{gnafe,j goods; a trial 'maY
demanded for the cancellation of registration of the

trademark with respect to such designated goods.

(2) In the case where a trial under the preceding

subsection has beendelllancled, unless the defendant can

prOve that either the owner of the trademark right or the
owner of a right of exclusive use or the owner of a right

of non-exclusive use has used in Japan within three years

prior to the registration of the demand for the trial the

registered trade mar-k (or if there is another registered
tl'ademarkwhich ·is all associated trademark with respect to

registE!redtradelllark, the registered tradelllarkor such

other registered trademark) on any item of the desi
goods to which the demand referred to relates,

of thetradelllarkshallnot avert the cancellation of the
registered trademark for·thedesignated goods. However,
this shall not apply where the defendant justifies that

there is a legitimate reason for the failure to llse the
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there is a legitimate reason for the failllre to llse the

registered trademark on the designa.ted goods.

*3: Paris Convention, Artiole 5C(2)·:

The llse of a trademark by the proprirtor in a form

differing in elements which do not alter t.hedistinctive

character of the mark in the form in which it was

registered in one of ~he cOllntries of the Union, shall not

entail invalidanonof.the l'egistration and shall not

diminish the protection granted>tothe mark.

*1 or *2

*3

Cited from the· translation by the ·Japanese
Group of AlP PI

Cited from Paris Convention (Lisbon Text)
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'80-!Hi17 Renewal
I•• 2', '131

TraCe!!1C!;rk Usee:!.
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(312861)

(741464)

(525562)

BiO
t::';t

MORGAl\ITE

Regis~e~ed ~rademark

(Regis't.~a':.ion Nc)'.)

SEIWACRAFT

1. Mu~ual alte=a~ion betwee~ ca?i~al le~~e~s anc swall let~e=5 i~

Roman le~ters a=ranged in a same order.

7. LiSt of Cases

2

1

No·1

\;--



•

2. Mutual-:al t.er-e t Lcnibeeween p=in'tinctv::Je and hand...·riting type

in Roman Jee eexs -:a==anged in asarne:'order.

NC.j Regis~e=ed Tradem~k

(Re;iseaeion No.) '!'=aciemark Used

Rene.....al• 11-20551
LJ.... 2. '121

--._--:-
(551665)

. -~ .- _.~-_..

4

I
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Cancel.

Cancel.

·7....n.
IS.p. u. 'nl

I
."..,..

IS.... l".~ :..."1!1

I
I

I ~u. _. ·I_u,"~
~.. c; '::<'":" _.0 .....""~..
:-......, ..::- ..--..,

(A-N-KA)

(TSU-I-N)

.CXa......bv

.----_.
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'8PAt
~~~r<y-"Jf.Jr7b

._-_._-,_.~_ .."

*./ :",0

I
)L.-

~O PA L

(568674)

ToWih
./-1:,)

(289,490)

i (522,167)

Regis~;~ed T=aaemark
(F..egi.5~2.t:.ic:':. No.l

ANCHOR
17:;11-

usa 0:: o:leele:';lent: cn l y ,ina r ec Ls cez-ed tiz a demacrk. ccmposed of

two elements cc~on in sc~,c a==anged in two lines.

5

6

NO.!

7



3. Use c~one el~"enc only in,c re~is~ered trademark corn?osec 0=
t.·wo eler.ler.tsccr,.r.ton in s ound ~=ranged in two Lr ne e ;

Regis~e=ec T~ademark

!P.e-;.is-c=at:.ion Nc.) I
~'N N. I _~_N

..~:o~ ; ':;r;''';' . _ ""_••
k ! _ •.

8

9

SKINMATE

MERO

(599067)
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III~~"'!!.
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Ill.... II. '8Cl1
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Cancel.

Cancel.·,.-\Uto
""''''_ IO~ ':"!

·n-u.aol Ie,
_ .... ""1._. a,,:,e-::

.. "

'71-1160
f..... ·.ll. -ItI

I
~... ~. I -~'''''.

,g.i. ••f ee..... _ .. ."'-:~"
Ioo........~•. I •.- ...

(lCU-RI-YA)

T~aQe.'1la;:,k Usee
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~ .-.~-----.

(397809)

(853324)

(442875)

C LEA R

SCHMETZ

Re~is~e~ed T~aQema~k

(F_egi5~at:'cn No.)'

'7 "A 5'
MASTER

;. Use of one el~~~~t o~lyin 'a registered trademark composed 0=
twc ele~ents COr.~Cn L~ so~~d a=ranqed in two lines.

I
Nc.!

I

10

11

12



3. Use cf:cne :element only in a registerec t=aaema=k com?csec of

two eleme~tsccm.~oninsoundar=anqec. in two liries-.

Nc.1
I

Reg :..s':.erec ':'raae!:.ark
(aegis'U'~':.':'c:l No.) I ~'""- I

':~"--'~ ~...
~........., I

I '

_u... ...... ,.. ...~..

13
7..If;z ;I. 'Y '7::z..
SPASMEX

(844407)

'tl~lt"1

1Ilo1" II. 'nl Renewa!

14

15

-" ';I ~ ~!J ';1::7
,HAT-TRICK

(1191591)

VIVALON
t:.- .J < 0 :.;

(517919)

'-n-nal
n.

'1,"-11I42
II.". 10 '1:11 cance Lc-

~~I-~I---------------- ---------- ------------------------ --------- I~--+--+--------I~c==
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'I' ~i~E'<;1>'~::r
.;:!~~

I· ··:"'4'" .""':0..

·1...·..•.•·.• I?l."'.•.••"'....•••;...•••••...•. ;.""--••·.-",·"3· .I
·." -.., .

;. ~17.~77~
. • .:.',':I%'o'!Jalq 01

. ; '·.7:r=<s_ruc:::-n

-to"

(863545)

, (392610)
.I ... . _.....

I(FU-MA-KI-RA),..._.... - .._---

Req~s~erec ~=acemark

(Regi.st:.=at:.icn N c;)

.rt

PAPIIN

.3. Use of one e Lemen t; onlyina r-ec Ls cez ed 'trademark. composed of

t ....o e Lemen t.svccmmcn in SOU-Ie. e xranced i:l,two lines~'

17

I
NoJ

·-l

16



3, Use cfo:u:f elaine!'.::' c:llyir'- a reg.fsterec '~=acemai'k c ompo se c o f

two elements ccmmon in sou..,c."a==arigec.'intwc li'nes.

18

Regis~e~ec T=ace~a=k

(jte;.:..s~a~ion Nc.)

T
CH 0 J I YA

_.---- -"

(866920)

I I ~,-~. ·I_'u,.~,~.~ .c: ~u..·· _or ."".....;••
~cu..~.. .... .._••.

I
'IO-i7T72 I

tJ~.:20. :uIIRen.~wa:

/"'-3 i. ~
tt:'~ l:J./v ."

(548792)

I
._",.. I
l~ 1lI .• ,,'-.c1 Renewal

(BA-RA~MI-N)

20

(BA-RA-MI":N)

_ _ ....2J'

.L / ~Fi

nma":ritf
;I!I 7'
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~ . Use o:a re~is,::sredtrade..rr.ark comb Lne d -wi'thother -were;,

:~~~rer O~ mark (or s:~.bcl).

"Nc.l
:

21

22

Reg~s~erec ~=adema=k

(Re;ist=a':iC:l No;;)

(5;3321)

_.-.-'-----
(12;3218)

HAWAIIAN
.~~r&::~ ®

(ME-RU:-TA--KO)

Cancel

Cancel."&-15361
r-. 16 •• ,,,

''It-UlXl
lhe. 10. ''If1

(O-HA-YO~U)

(562036)

(O-BA-YO-U)

(Fo-A";'N-SBI)

23

24
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..
(. Use c=a regis~ered ~=ada~a=k combined with ct~e= wc=c,

fi~ure, or mark (or s~~bcl).

No·1 ~e~~s~e~ec ~=aciemar~

(R~qis;::a eacn No •.) Tradem.:.rk Usee il__·_·;;,:; ;:',.1 _.".~...."" ......-.
::...~....... .._~

25,

26

(568945) .__._.

(TA-N-CHI-YO)

(561207)

(lolA-I)
-_._-~

(TA-N-CHI-YO)

I
I

"~l~. I
lol'lla, •• '101 Cancel.

Cancel."~3'12

(1 .....' 14~ :.: lJl

I (DA-I.,..PU-RA)

(522167)

(637678)

I(DA-I-PU-RA)

27
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Cancel.

Cancel.

,''''''UA
P ...... r, 'eu

""'wISU4
1:-. s, ·.u

(RI-N-KU;"RU)

Traoe:!Ja=k Used

(TE-RE-BI)

-160-

(471864)

(TE-RE-BI)

(637679)

7"
1/

7

/"
7

I_l!:-'

{38680S)

(Po-RX--MA)

(RI-N-KU-RU)

T!.;C
T V

Re~~s~eredT=aoesa=k

(Regis~=a~':"cn No.,)

4. Use c= a =egis~e=ec t=ada~ark pombinec,with,c~h~r, wo=c,

=i~cre, or mark (0= s:~bol).

30

32

31

No·1

29



4. Use of "a ,re;istered "tracie-rna'rJ.;, combinedwi£h ct.herwc=c,

fi~ure, or mark (o= symbol).

No_I Regis~erec Trademark
;(Reqistra':.ion No~)

Tradema1::"K Us ee

J3

.~ ~ I 34·

FRESH

(901409)

(911580)

(DE-I-n-A-N)

JS

_.. ----
FILLERS--

(11662Q51
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4. Use c::a,regist.erec. trademark corn::i:lec."'·ith other ·wc:::c.,

:igcre, or mark (or symbol).

No·1 Re~~s~e~ed TraQe~ark

(Re;:ist~a.~ion Nc~)
T~ade=a.rk Used

l." l ut
~ /} ~A>
~ f~. 1: I/(f

't '!l It:::::;:;!

36. (947355)

(U-Q-Cso-ZU)

'Iei-I.I\:; Renewal
IJi:r•. U,'r:~l

(U-Q-CllO-ZOI

-,

..

Cance.l:'''''S70~

Ul&I.. )O,:'UI

-~- -=..: ..(702327)

37.

-162-



4. Use of'a,regis;:erect:.=acie.1fla:::-K comb'Lried w:..-:.h':'Q';:..i-)er 'were,'

fi9"u~e, C~ mark (or symbcl)."

I

i
I

Reqisterec Tracem~rk

(Regis;:::.-at.ic:l Nc.:) T:::ace:::Iark Usee.

Cancel.

Renewal

I
~-'E I

u.... .s, 'Ul

(HA-l-KE-MIl

. ALUMINIUM
LES CABLES

CONDUCTEURS
EN

ALM;T =C'''

567801

(HA-l-KE-MI)

ALMELEC

38.

39.

!
I

. (MO-MI-'JI-OO:-BO-N-PO)

(5\J ,096.1

(631562)

(HO-M!"!I-DO-BO-N-PO)

40.

~~I~--~,-"--""-~-~-"---------""--"-""----""---""-,---""-""--"--""-"----I~-"-""-"J-+~--~_f_'~7
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cancel,

IJ"D. So. ·.~l

INY'. 'Ul

l"'l' :!. "~l

1.:1&11. II •. '141

(RA-N-MA-N)

(RA-T'r'O-N)

(SU-PA-E-SU)

(sA-KU-RE-TO)

T:=aaemark usee

~164-

(1350851)

(321154)

(E-SU)

(474334)

(644587)

(RA-Tro-N)

..L

(SA-KU-RE-TO)

Reg~s~erec Trademark
IRegis::.:i::a.::.ion Nc ..)

43.

42.

No·1

41.

44



! . T=:',a:c.ecis ic:'. cases ae:r.:.~~Ln~ ~:te:useo£--re';'tsterec. 't=ac.~"ark

4.. Use c.:aret;isterec traceriia=k cO&:'i:t:inee_,wit~ct.~er-""ere,

fic:=ure, oe mark (or s ymboL)-'.'>';

No·1

45.

Re~is~eree Trademark
(Regls':ratio:1 No ..)

(477289)

CNo-PI-TA)

Trade:Jark Osee

./
I
!c.'
7

(NO-PI-TA)-------

I " "" ~' I"::i.,•••:, ~,,=~',.i'
::.......... ',":"

I~U.. I!. 'N.

_.u- ...
-&: ...........

Cancel;.



= Use i~ ~wc~~~es c=~~e'ele~e~ts

composec c: the elements 2.~=angec

c:aieqist.e:!."'ec

Ln one line.

No·1

46.

47.

~ec~s~e~ed T~ademark

(?~gis~rat:icr. No. ~

VICTORIA- CROSS

(822143)

~(834s:78)

\Ii C. toY-itA.

CRo.sS

I
"i,;mle: I R.e'newal

I";. ::. 'U~l

I
'-,,'" Icencej,

Ire. ,u. 'I:ll
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€. Use c: c ahez- e::-.Doc.il':'le:::t ....·~:.c:: .do e s not: st=iki:lSO!Y a.l, cez- c r

c:&c.:1ge eae emboc.ir.te::::. c f a ·regi.s~e:!:'ec. ti r-aderaaxk,

Cancel,., ~~>::~!7 I
'O<I~, I,. '11'1

'!':acie::.a:k Usee.

(884051)

(MO-RI-MI-TSU)

Re~~s~e~ec T:adewa:k
lne~is~:a~ion Nc.}

I

I

.. I

"c. I

49.
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I

I
I

.~-".. I
Ia.:-::'U, '1:1:

cancel,
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MISHTlACE
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Cancel,

.'
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53.

52.

Nc·1



E. Use o:o~he= e:;:.bb<:'ir.ien~l..~r.:.'c:i<c.o'es'i.ct' 5~=fk::ri:q1y 'a~t.e:' ~'b=
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cancel.

Renewal

I
I
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·1
I

I

I " M·I ~ .
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•. • ..

" , .,
"• " <.. " .
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56.

Nc.
Reg,:"si:.e:-ec T:!:'aC61uk

I(neqi's\:.::-a;:.:'c::. Nc. )

I ....c... W II .Jl!:
I

I .H1 I, .. t

1 '1;1;\54. i ':J.S.

1954972)
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I -6-

""I h

~~J
-0

*
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c.nc••~......_.. ,.".~.....~ ....

Renewal

"Goo"~'
.•~i Renewal

I "'"_.
;:>.... i' ~..... ~
::.c .. '"u:

(558905).__

Re~i5~e~e~ ~~ad~a:k

(Re;is~:-a:c.ic:l l~C.:

{5BI-RA-NU-!-ZU~~}

(325267)

e. Use, 0: ozhez e~hoc.irn.e::": w~ic~ coe s cnc c ,s-;:=iJ:i:lC;ly a2te.= c r

cha:lge ~he e~podioe~t efa re~is~ered t:!:'adema=k.

57.

58.

Nc.
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6 Use c: cebez er:;,boc.i!:ler:.~ ,,"!'.ic~ ,c.oes:1o't.s~=:J:'ingl.~: al.~e=C=

chan~e the e=boci~ent c: a =e~is~e=ec t=adema=k.

Nc·1 Re~~s~e~ec~~a=~~~k

CRe;:'5-::=".at:.,io:: No.) I
""'~. ! ~••"."••" " I _ ..

::.." , J ••_ ...

59.

61.

(483085)
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SUNSHINE

(1253928)
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I

I

''''-. !
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I
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Cancel,

Canc~
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Cancel,
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Usee.

I 0o
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I
i
i
I
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Nc·1 Regis~e~ec Trademark
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:;.......~......~
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Cancel
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Renewal
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---"---
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Nc·1

67.

Regis~e:-ed T=ace.a~k

{Re~is~=a~io~ Nc.}

(769457)

(MI-KA-""l··.

-........ I ~"':'4"".
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Cancel
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I
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Cancel;
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NEW PTORULEsON /ADI~ISS'ION·TO /PRACTICE AND
DfsCIPLlNARY PROCEEDINGS -A SURVEY

Abstract

The United States Patent and Trademark Office (PTO) in early

1985 adopted new rules relating to admission to practice and

the conduct of disciplinary proceedings. The new rules set

out a PTO Code of Professional Responsibility (PTO Code).

Fourpiincipal areas: of the newtules are surveyed

inclUding:

(1) Appointment and duties of a

Director of Enrollment

separate Committees on Enrollment and on

Discipline;

(2) Persons entitled to practice before the PTO;

(3) ThePTOCode;and'

(4) Investigations of possible

violations of the PTO Code, the proceedings on

discipline, and guidance for individuals to work

in the patent and trademark fields during periods

of suspension or exclusion, and for seekin~

reinstatement.
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NEW PTO RULES ON ADMISSION TO PRACTICE AND
DISCIPLINARY PROCEEDINGS- A SURVEY.

On March 8, 1985 and April 8, 1985, new rules went into

effect governing practice by attorneys and agents before the

United States Patent and Trademark Office (PTO). These rules

clarify and modernize the rules relating to admission to

practice and the conduct of disciplinary cases. The rules

set forth a PTO Code of Professional Responsibility. The

intent of the rules is to regulate conduct of Practitioners

to the extent necessary for the accomplishment of federal

objectives. Therefore, only that conduct which is relevant

to the practice of patent, trademark, or other law before

the PTO is what the PTO seeks to regulate. In issuing the

rules, the PTO has made every effort to minimize preemption

of. State control over the practice of law.

requirements for administrative agencies in the

United States and after publications of three versions of

proposed rules followed by comments from individual state

governments, the American Bar Association, American

Intellectual Property Law Association, federal and state bar

associations, and individual practitioners and businesses;

public hearings; and amendments to its proposed rules in

light of the received comments.
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An overview an~lysis of procedures leading to the adoption

of the final rules and of views from the bar on the rules

are presented in the Journal of the Patent and Trademark

Office Society in an article by Jerry D. Voight entitled,

"The New Paten'tand Trademark Office Disciplinary Rules ­

Some Views From the Bar" ,Volllme67, No. 4'pacje" 162-178.

See also the August 1935 Report of the AlIIerican Bar

Associ at ion rcomm i ttee No.502' Ethics and Profess ional

Responsibility, pages 272-27n •

The rules are set forth in a new Part 10 of Title 37 of the

Code of Federal Regulations, entitled "Representation of

Others'~jfore the Patent arid Trademark Office"; They are

directed to four prinCipal areas:

1. Introductory sections setting forth definitions, and
"-",,,,-,-

appo ntments and duties 0: a Director of Enrollment

and Discipline, and separate Committees on Enrollment

and on Discipline (Sections 10 1 through 10.4 •

2. Rules for attorneys and agents entitled to practice

before thj PTO iripatent; trademark, and rion--patent

cases (Sections 10.5 through 10,19).

3. The PTO Code of Professional Responsibility (PTO Code)

(Sections 10.20 through 10.29); and
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4. Rules d i r ec t ed{tos

a. Investigation of possible violations of the PTO

Code of Professional Responsibility;

b , Disciplinary,prClcceedi"gst,oexonnate or to

r epr Imand , suspend ,o.r,exclud" (d,isbar)

individuals from practi,cingbefore the,PTO who,

after notice and opportunity fora hearing, a re

found to have violated a disciplinary rule,of.the

PTO Code of Professional Responsibility (Sections

10.130 through 10.157); and

c Guidance for individuals .on ,..,orki"g in the,patent

and trademark fieI4§.during the,period of

suspension and exclusion and for seeking

reinstatement (Sections 158 through lo.i60).

I>. copy of the PTO s Final 'Rules on '~dmi.ssion to

Practice', the Conduct of Disciplinary Proceedings, the

Code of ,Professional Responsibility; andthe,PTO's

d"ta.iled analYsis. of the rUl",.m~king proce4ureand

comments are attached.
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Introductory AndPTO.Code·Rules

While thee introductory ru l.e s arenew',the rules

governing Lnd Lv.Ldua Ls entitleditopractice before' the

PTO(Sect:.iOnsI0.lS"10.19) generally correspond' to the

priorly effective rules with one significan~new

r equ i r sman t in Section 19.18 related to the signi.!,!g of

papers filed by practitioners in t~e PTO. That

requirement is that every paper filed by a

practitioner representing an applicant or party to a

proceeding in the Office "must bear the signature of,

and be. personally signed by such practitioner" except;

those paper,s wh i ch are. required ,to be. signed by the

applicant or party. .The signature provides an

identifiable individual who s responsible an~

......~ ~., ~.~ ,a,.c.,c,ountable ,f()r . compliance ,With the reCjuire<l.

certifications of Section 10.18. The certifications

are that:

I. The paper has been read by the practitioner;

2. The paper's filing is a'uthorized;

3. To the best of his or her knowledge, information

and belief, there is good ground to support the

paper, including, ,a.ny allegations, of improper
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4. It is not i nre rposed f o r vde Lay ,

~ny practition~r knowingl~violatingth~ provisions of

S~ction 10.18 is sub j ec t; to. disciplinary action

(S~ction 10.18(b». S~~. also S~ctionlO.23(c) (15) of

t.he PT.OCod~.

Th~ PTO Cod~ of Prof~ssional R~sponsibility consists

of nin~ canons, or broad g~n~ral stat~m~nts of ~thical

principl~s and 39 sp~cific disciplinary rul~s which

"ar~ mandatory in charact~r and stat~ th~ minimum

l~v~l of conduct b~low wh{ch no practition~r can fall

without b~ingsubj~ct~cl to disciplinary action

(S~ction 10;20 (b) ) , That Code is e s serrt LaH y

patt~rn~dpr~cis~ly aft~r th~ old Am~rican Bar

Association (~BA) Mod~l Cod~ of Prof~ssional

Mod~l Rul~s of Prof~ssional Conduct (Mod~l Rul~s)

adopt~d by th~ ABA on ~ugust 2, 1983.

C~rtain of th~ d{sciplinary rul~s invit~ sp~cial

comment; , For e xampl e , S~cti.on )0.23 (b)col\tains a

list of practition~r ·shall nots·. Sp~cifically, a

practition~r shall not:

1. Violat~a Disciplinary Rul~.·

2. Circumv~nt a Disciplinary Rul~ through actions
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ce before the PTO.

6. Engage in any other conduc t, that adversely

reflects on the practitioner's fitness to

5. Engage in conduct that is 'prejudicial to the

administration of justice.

deceit, or misrepresentation.

4. Engage in conduct involving dishonesty, fraud,

turpitude.

3. Engage in illegal conduct involving moral
<,

of another.

pract1ce before the Gffice.

10.24(a)).

nothing to do with actual

authorities. It requires a practitioner possessing

nonp r LvLl eq ed knowledge of a violation ofa

disciplinary rule~toreport~iu~h~knowledge~tothe

Di rector of El'lfollmental'lcl Discipline (Sehio,)

Section 10.24 governs the disclosure of information to

practi tioners-.·

to disciplinary proceedings even for conduct which had

S'ctiorii 10.24indlO.85 ~oncerninij discloiufeof

iriformationfequire special attention by

The breadth of those provisions subject a practitioner



Sect ion 10.85 (b) (l), on the other, hand" can p l ace

practitioners in an untenable position on information

disclosure. It provides: A practitioner who receives

information clearly establishing that:

, .-.., " ,

1. A client has, in the course of the

representation, perpetrated a fraud upon a

,person or tribunal shall promptly call upon the

client to rectifY,the,same. and if th~ client

refuses or is unable to do so the practitioner

shall reveal' the 'f~~Ud to the affected person or

tribunal.

Lawyers are strictly prohibited from revealing client

confidences except in very limited circumstances. The

circumstances do not.• under the ABA ~odel Rules,

require revealing information relating to the

perpetrati9D,of,a fraud "upon a,person~. The PTO rule

is modeled a f t er the old ABA code exc;ept that the PTO

excluded from the end of its rule "except when

information is protected as a privileged

commuhication i • (See also PTO Section 10.57.)
"

During the c;om~er~ Per!od prior,to,~henadoPtiornofn

Section lO.85,(b.), a,co~~entator suqges!,ed that; it CM

place a difficult burden on patent. c?unsel. In

support of his position, the commentator gave two
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examples and commented on both examples 'as . follows:

"Examplel: Ac1ient engages a patent attorney
-,

in the preparationofa patentapl'lication. and

the patent attorney goes through the usual

routine of advising the client of statutory b~,s.

duty to disclose, etc. The attorneY PJepares.~nd

~i1es the application. and during tl1ec"urse of

the prosecution. the client informs th~.p~torney

of some activities that occurred a couple of

years before filing the application, which

activities might constitute an offer for sale

The attorney advises that this must be disclosed

to the Patent Examiner, but the applican~ refu~es
~ .. ,- -' . ,

to follow this course of action ~nddischarges

without telling the ne~ attorney of the

potentially damaging prior art.

"Commentator: In accordance with my

intEirpi'<.t:ation of secdi:>n IO.8S'/b). the firSt

atti:>rriey\<lould be r"qi.d. f"dti:> di~"lo~" this

~i1::uI.t:ii:>rit:i:> tliE!Offic::"; iJ,ms~th" 1::"ffu

"perpetrated a'fraUd-'as Y1::"ippEia~s rnthat:' rule

does not include the deliberI.te failure 1::0

disclose relevant prior art. ~Y conce~n is that
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this could make for some very poor relationships

with the client who might not understand the

attorney's duty of disclosure before the Office.

Example 2: A rather poor inventor has managed to

drum up enough money for the filing fee for a

patent application and tben proceeds to prepare

and file his own patent application, without the

assistance of a patent attorney. After a few

months, the inventor obtains some financing from

~n investor, and the inventor and the investor

consult the patent attorney to See if he would

.c6ritinue with the prosecution of the application.

The attorney reviews the fact pattern and informs

both the inventor and the investor that there is

unquestionably some prior art, in the form of an

earlier publication by the inventor, which must

be disclosed before the Office. When the

inventor and the investor find that the attorney

intends to disclose this prior art as soon ashe

is engaged as their attorney,. the inventor and

the investor tell the attorney that. they would

rather engage the. services of.some other patent

attorney and that they will not tell the second

atto prior a

Commentator: As I would interpret Section
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lO.85(b), the first patent attorney would be

obliged·to inform the Office of the relevant

prior art. The first patent attorney wou l d:

likely have the serial number and filing date of

the application, and it would appear to me that

the patent attorney would have to disclose not

only the prior art, but also disclose the intent

of the inventor and the investor not to disclose

the same. This is pretty harsh treatment,and I

can see where the inventor and the investor would

have some very hard feelings against the patent

attorney.·11

The PTO agrees that under the circumstances of Example

If a "client might not understand lthe attorney's duty

of disclosure". Likewise, the PTO can understand

"where the inventor and the investor (in Example 2)

would have some very hard feelings against the patent

attorney." Nevertheless, the commentator has correctly

noted in each case that the practitioner is required

to advise the PTO. The practitioner's obligation

under Section lO.85(b) has not been changed by the

rules and is mandated by Kingslandy. Dorsey, 338 u.S.

318 (1949). See also Nahstoll, The Lawyer'~

Regarding

Wash. & Lee L. Rev. 421 (1984).
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Section '10. 32 governs advertising and precludes a

practitioner from giving anything of value to a person

for r ecommend.i nqrthe practi tLone r 's'servic,es:e-xcept

that a practitioner may pay the reasonable cost of

advertising or written communication permitted by this

section. 'In the comment period prior to the adoption

of the section, one commentator argued that the rules

s hou.ld not,'pr;eclude an ";'exchang,e" of cases,w:i:th

f o r e i q n vp r act iti oners , An,lI exch ang e n
. was said to

oc;curlfw~:~:r:e,a foreign patent .p r act Lt i o ne r in his

country sends-cases to an American pa t.en t or trademark

practitioner to prosecute before the PTa, and that

practitioner sends the foreign firm cases to prosecute

before the fOreign patent office, on the more or less

eKplicit basis that it's something in the nature of a

trade." According to the commentator, the "exchange"

ordinarily takes place without knowledge of the

practitioner's client. The commentator eKpressed the

"opinion th~t "eKchanges· without knowl edqe of the

client presently occur routinely. The PTa believes

that the suggested "eKchange" may ethically take place

only when the practitioner's clients are fully advised

of the eKchange. The PTa believes that client

knowledgeis'essential to an'ethical eKchange of the

type contemplated.
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Section 10.37(a) prohibits the division of fees for

legal·serviceswith·another practitioner who is

neither 'a partner nor an associate in the

practitioners fi rm, unless the client consent.s to

employment of the o t.herrpr act.Lt.Lone r after· a- 'full

disclosure thaFa division of. fees' will be made, At·' a

hearing prior to'the adoption of, Section 10.37(ali'an

individual suggested that a client need not know that

"empl.oymen t ' has been referred to another prac t i t tone r

or to 'a foreign practitioner. The. PTO disagreed.

~oreover, the PTO believes that when "farming out"

occu r s wi th the consent of a client, that the fee

division should be proportional to the services

rendered. Under Section 10.37, "farming o\Jt" of work

without knowledge and consent of a client will

Investigations and Disciplinary Proceedings

The Director of Enrollment and Discipl ine is

authorized under Section 10.131 to investigate

possible violations of the disciplinary rules by

practitioners. If after conducting such an

investigation, the Director is of the opinion that a

i t I one r" hasviolate'd'a d Lsc i pLinary rule, the

Director 'hi required to -Call'" ·'meetirig/o'fth"
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Committee on Discipline. That co~mittee then

determines whether a disciplinary proceeding shall be

instituted (Section 10.132). If it determine.s that

probable cause exists to believe that a practitioner

has violated a disciplinary rule, the Director

institutes a disciplinary proceeding by filing a

complaint in the Office of the Director.

Section 10.133 enables the Director to confer with a

practitioner concerning possible violations of a

disciplinary rule either before or after a

disciplinary proceeding has been instituted. The

practitioner may resign from practice before the PTO

by submitting a required affidavit either during the

investigative phase or after the filing of the

complaint and thereby avoid further disciplinary

action. Settlement is also available under Section

10.133(g) before or after a complaint is filed.

The Director's complaint must fairly inform the

practitioner of any violation of the rules which is

the basis for the disciplinary proceeding so as to

enable the practitioner to prepare a defense (Section

10.134 (b».

The i itioner

(respondent) under Section 10.135. A written answer
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to the complaint is required within a time set in the

complaint which shall not be less than thirty days

(Section 10.136). It is then filed with an

administrative law judge appointed under Title 5 of

,he United States Code Section 3105 to conduct the

disciplinary proceedings.

Upon filing the answer, the disciplinary proceeding is

regarded as a contested case (Section 10.138) within

the meaning of Title 35 of the United States Code

Section 24.

False statements in the answer may be made the bases

for a supplemental complaint (Section 10.137).

The admini~frative law jUdge presides at dlscipl'inary

M"'" ""~ , ~,h",e"",a", ri nq s whi ch are lyy ~r, ':~:':";2':<l

10.144(a)}. Testimony of witnesses is received under

oath and the practitioner may be represented by an

attorney (Section 10.140). The Director of Enrollment

and Discipline is represented by at leas~ two

associate solicitors appointe~ by the Commissioner of,

Patents and Trademarks. The Solicitor and Deputy

Solici tor shall rema in insulated from the

investigation and prosecution of all disciplinary

p r oc eed I in 0

counse l rt.o theCommissi6net in deCiding dIsCiplinary
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prQce..dillgs.

Th.. r ..sponsibiliti .. s and auth6rity of th..

administrative law judg .. und .. r S..ction lO.139(b)

includ .. :

making rulings on motions and'off .. rs of ..vid..nc .. ;

examining witnesses;

authorizill9 th.. taking of d ..positions of a

wi,tne ss in plac e ofa pe rsonal app..arance of, that

witn..ss b.. for .. th .. administrativ.. law jUdg.. ;

making initial d..cisions (normally within six­

months of th.. dat.. a complaint is fil ..d);

and performing acts and taking m..asur .. s as

ne c ..ssary to promot.. th .. 'e ffici e nt and time ly

conduct of th.. disciplinary .proc.... d l nq ,

T.h e jlldg .. may o r de r or authori.z.. amendments to the

complaint, ans"'~r, ~nd allY r ..ply by th.. Dir..Ctor, ill

ord e rto conform to th....vid..nce ,

Exc ..pt for di"coverywlli"h the parties agr.... tQmake

volulltarily. all discovery und.. r the n..w disciplinarY

administrative law j udqe, This p r Lor per-mission is
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designed toinsuretha t' the jUdge.reta i,nsc:on t rololler

the proc:eed inq , s.yrequ i r i ngpr iorapprovaLtot.ake,.~

deposition, the rules insure that the deposition will

relat"·to evidence the judge deems to be r~l"va~t~rid

will afford th~t judg~ the option ofdetermirilng

whether he or~he wishes to observe the witness.

Section 10.152 permits limited discovery after an

answer is filed. Discovery is not authorized prior to

the filTngClfar\ answer. A party seeking such

discoveryw'ill have to make a clear and convincing

case to the ~dministrative law judge that discovery is

necessary and re'levant.

In the disciplinary proceeding, the Director has the

burden .of proving his or her case by clear and

that the ter~ "clear and convincing" is not

susceptible of a precise definition. It stated that

betweel'l proof beyo ndva reasonable doubtva nd proof by a

preponderance of the evidence. A reasonable doubt. is

a doubt that.wOuld··make'.a reaso'nable ..person hesitate

to act. !'roof beyond a reasonable doubt mUst ,

therefore '. be proof.of.sucha.cqrwincing· cha r.acte r

.. that a person would

unhesitatingly in the most important of his or her
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affairs. Devitt,Federal Jury Practice and

Instructions,Section 11.01 (2nd Edition 1970) •

Section 10.150 provides that the rules of evidence

prevailing in courts of law and equity are not

controlling in hearings of disciplinary proceedings.

The PTO declined to adopt the Federal Rules of

Evidence because they do not apply to administrative

proceedings. Davis, Administrative Law Treatise

Section 14.01 (Supplement 1970). The PTO reasoned

that the controlling law is set out in Title 5 of the

United States Code Section 556(d) which provides in

part:

"Any oral or documentary evidence may be received, but

(the administrative) agency as a matter of policy

shall provide for the exclusion of irrelevant

immaterial, or unduly repetitious evidence."

After a hearing, the administrative law jUdge shall

afford the parties a reasonable opportunity to submit

proposed findings and conclusions and apost~hearing

memorandum in support thereof before making an initial

decision. That opportunity is afforded in all cases

. except when the practitioner has failed to answer the
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The judge's decision will include a statement of

findings and conclusions together with the reasons or

basis therefor with approp?iate references to the

record·upon all material issues of fact, law or

discretion presented on the record. The decision will

provide an order of suspension or exclusion from

practice, or an order of reprimand, or an order

dismissing the complaint. The decision is filed with

the Dd r ec t o r of Enrollment and Discipline and a copy

. transmitted to the practitioner.

Either party may appeal to the Commissioner of Patents

and Trademarks within thirty days from the date of the

initial decision. The Commissioner may remand the

matter to the ~dministrative law judge for such

further proceedings as the Commissioner may deem
._.- _..- ...._._ - ..

appropriate. ~ final decision of the Commissioner may

dismiss a dIsciplinary procE!E!ding, rE!primand a

practitionE!r, or may suspE!nd or E!xcludE! the

practitionE!r from practiCE! bE!forE! the PTO (SE!ction

10.156) •

A r ev I ew of t he Commissioner's final decision in a

disciplinary case may be had by a pE!tition filE!d in

thE! United StatE!s District Court for thE! District of

CoLumbi a (sec t ion 100157). The Commissioner may stay

a final decision pE!nding that reviE!w.
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Action After Suspension or Exclusion

A practitioner who is suspended or excluded after a

disciplinary proceeding is not allowed to engage in

practice before the. PTa as an attorney or agent.

Section 10.158 is designed to advise a suspended or

excluded practitioner as to what he or she can. and

cannot do during any period of suspension.

A suspended Or excluded practitioner may file a

petition for reinstatement (Section 10.160). The

Di r e cto r of Enrollment and Disc.iplinemay grant that

petition when the individual makes a clear and

convincing showing that the individual will conduct

himself or herself in accordance with the PTa

regulations and when the granting of the petition is

not contrary to the public interest. The director

may, of course, require certain conditions of the

individual, including taking and passing the PTa

examination under Section 10.7 (b). If a prac t Lti oner

has been excluded from practice, a petition for

reinstatement will not be considered until five years

after the effective date of· the exGlusion (Section

10.160(b».
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PTO'S FINAL RULE ON ADMISSION TO PRACTICE, CONDUCT OF
DISCIPLINARY PROCEEDINGS, AND CODE OF

PROFESSIONAL RESPONSIBILITY
OEpARTIolENT OF COMMERCE

Patent and Trademark OffIce

3'- CFR Parts t.2. and 10

(Dock.. 407 Sl-411U

Practice Before the 'Illllntand
Trademark Office

AQENCY: Pol lent and Trademark Office,
Commerce.
Ac:nON: Final rule.

SUMMARY: The Patent and Trademark
Office (PTO) is amending ita rulee
governing practice before the PTO by
euomeve and agenl•. 'Iheae rulee.are
needed 10clarify and modernize the
rules relaling 10admission to practice
and the conduct of dilciplinary cases.
The rules are also needed to set out in
the Code of Federal Regulations a PTO
Code u~ ?1'nfesaionll.1 Responetblltty. By
amending the rules. the PrO believes
the standards for edmiaeion tcprscuce
in patent clI.aeawill be more easily
understood. that these practicing before
the PrO will have ready ecceee tc a
code ofprofeasion.al eeepcnetbtltty, and
Ihat procedure in.discip4nilrycasea will.
bi!';J:Dore easily understood. The PTa
e'xpect. that the conduct of diaciplinary
proceedin~sunder theee rnle8 will be
more effective and less cceuy.
DATES: The effective date of these rule'
(except , 1.21{a}(S)and (6)) i. March a,
1985,-Section·1~21 [a]' (5) 'and '(e):l.';~ m .. ",,-'.

effective April a. 1985.
FOR I'URTHER INFORMATION CONTACT:
Fred E. McKelvey by telephone at (703)
557:-1025(if no an.wer; menage may be

,101ft al 103-557-1103) or by mail marked
10 his attention and addressed to Box a.
Commisaioner of Paten~ and
Trademarks. WaahingtoD, D.C.20Z31.
IUPPUMINTAAY INFORMATION:
Attorne¥1 and asent! practice before the
Patent an,d Trademark Offlce (PTO) iD
patent C8llM. 35 U.S.C. 31. Attorney.
also practice before the PTO in
trademark and other non-patent caeee. 5
U.S.C. SOO(b}. A few egents elsc practice'
before the PTO in trademark cases
under rules in Icrce price to JanuBry 1.
1957.

A notice of peopoeed rulerrieking for
attorney and agent conduct and
disciplinary procedure was published' on
August 11. 1983 in the FederalRegister,
48 FR 36478. and on September 20; 1983
In.:,the Official.Gazette,;,1034;O,G.3S' <c!

, 1034 TMOG 3'3.A notice extending the
comment period and setting a second
haanng was published on October S.
~983 in the Federal Register, 48 fR ~:4.

and on October 18. 19a3. 10 the Offic:al
Gazette. 1035 D.G. 19, 1035 ThIOe 17.

The PTa decided to withdraw. and not
adopt, the rules proposed in the Federal
Register notice of August 11, 1983. There
were numerous objections to the
proposed rules and the public indicated
that a longer period for study and
review of a coda of conduct and
disciplinary procedures was necessary.

An advance notice ofpropoaed
nJ.Iemaking setting out revised rWet
being considered for alandard. of
conduct and diactplinary proceedings
was published on March 16, 19M. in the
Federal Register"tS FR 10012, andon
April 10. 1984, in the Official Gazette,
10410.G, 15. 1041 TMOC 13. Numerou!
crgenuanone and individuals filed
comment. in response to the ad..ance
nonce.

On August 24, 1984, the PTO
published in th,e Federal Regjl1er••
notice of proposed rulemeking, 49 FR
33190. On August 28, 1984. the notice
wa! also published in theOfficial
Gazette. 1045 o.c. 29; lCHS TMOG 25,
The notice also appeared in the Bureall
of National Affairt' Patent. Trademark It
Copyright Ioumat. Vol. 28. No. 694. pp~
485-515 (August 30,1984). Twenty-two
written comments were timely received
in responseto the notice of proposed
rulemaklng. The comments are analyzed
herein. A hearing was held on October
10.1984. Five Indrvtduels eppe...red at
the hearing. Oral commentsmede'at the
hearing are also analyzed herein.The
twenty-two written comments ead II

copy of the-transcript of-the heariJ::lg are
available for pubIicinspection in Room
12B10' Cryatal Gatewl;iY IL lZ25
Jefferson Davi. Highway. ArlingtoD.,
Virginia.

This notice of ruJemaking sels: out
rules in three anlu:

(1) Practice of at!omey. and agent.
before the PTO in patent, trademark.
and other non-patent cuea {i110.l
through 10.191;

(2) A PTO Code of Profesaiona.l
RellponaibiUty (1110.20 through10.112):
and

(3)Rule. governing {a}investigation of
p08ssible violations of the PrO Codeof
Professional Responsibility and (b)
disciplinary proceedings to reprimand.
suspend, or exclude (disbar) individuala
from practicing before the PTO who.
after nonce and OPportunity for a
hearing;'are found to beve vtoleted a
disciplinary rule of the PTO Code of
Professional Responsibility {n 10.130
throughlO.170}.

Familtarity with the edvence eeuces
and nonce ofprcposedrulemaking is
assumed. Cbengee in the text of the .
rules published for comment in the

. notice of proposed rulema~ii:re

drscuesedCcmmenu recetved in
response to the notice of proposed
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rulemaking are discueeed. Comments
not timely received in response to the _
advance notice ere.else discusaed,

'rableet. 2. and 3 are included in this
notice to aeetst readers in cOrrelating
present rules with the new rules,an~ to
find the principal source for the new
rule•. An indicaiion in Table. 1. 2, or 3
that a section is "new" mean. thal'a
corresponding section does not currently
appear in Title 37 oftha Code of federal
Reguiatioris.

Table 1 'how. ilie principal sources ()f
the new rules which relate to (1)
.dminiision to practice of attorney.alld
agent. in patentcases and (Zrpraclice'in
trademark and other non-patent cases.

Table zsbcws the principal lources-of
the rules.for the new PTOCode,of
Professional Responsibility.

Table 3 show,lheprindpa,l.ources of.
the new rules (or discipJiOl~ry

proceedings.
Other source. for, and reuonete in

support 0[; the proposed rulesar'e
discussed in the Supplementary
Information of the advance acuce.xs fR
1001.2-10022.ecd the Supplementary
lriformation of the notice of propo.ed
rulemeking. 49 FR 33790-3380:1-

In issuing theee rulee. the PrOha.
made every effort to minimize
preemption of State control over the
practice of law. Thus. in' 10.1. second
sentence. the new rulee prcvtde:

This provision of 110.1 il based on
language in Sperry v.Plorida ex rei.
Florida BOf.373 U.S. 379. 402(1963); and
makell clear the PTO's intent to regulate
only conduct related or releventtc
practice before thei?TO.

In an effort to aacertain whether the
proposed rulea'wculd have "any adverse
Impact on the Slates.'copies of bota the
advance notice of March.16. 1984. and
the notice of proposed rulemeking of
August 24. 19M. were, sent.to B.ar
Counsel in each State. The PrO
received responses 'from Bar Ccuuael in
Alaska. Connecticut. Florida. Geo~a.
Maryland. Mississippi.Nebraska. Texas,'
'and VennontCommenlSwel'e also
received from-the NationalOrganiz<ltion
of Bar Counsel. the American Bar
Association. and others..

,"",jA1aska Bar Counsetc~r1~a-ry'ro'cth:t~""
bar counsel filing' ccmmerue. augges1eJ
that creation of a PTO Code of
Profesaicnal Respcnsrbrh ty. would be­
','inherently ccnfusing" 10 any auomev
practicing, in a State and also be':~~~ .:!;e
PrO. The new rules; however. 'tiC' .. cil



establish for the first time 8 PTO Code
of Professional Responsibility. The
current PTO code appears in 37 CPR
§§ 1.344 and 2.12. Sections 1.344 and
2.12 merely incorporate by reference the
Code of Professional Responsibility of
the American Bar Association (1970).
The new PTO code more appropriately
sets out the standards of conduct
relevant 10 the practice of law before the
PTO.Alaska Bar Counsel also felt that It
would be more appropriate if the PTO
~rouc:ht alleged ethics violations by
altorneys 10 local state enforcement
authcrttiea. This view was not ebeeed by
other bar counsel who filed comments.
The statute {35 U.s.C; 32}authorizes the
Commissioner to administer discipline.
The PTO has taken disciplinary action
in instances where a Slate haa declined
to do so. Moreover. there are registered
patent agents who are not subject 10
diectpline by StaJ.e enforcement
agencies. Finally. Alaska Bar counsel
suggested that "adjudicative agencies"
are too closely involved in a disciplinary
mailer to be impartial. Congress has
determined otherwise. 35 U.S.C. 32 and 5
U.S.C.500{d).

Comments were received from the
Statewide Grievance Committee of
Connecticut in response to the advance
notice. Many helpful suggestions were
made in the comments. Most of the
suggestions were adopted at the time
the notice of proposed rulemaking was
published.

The Florida Bar. through its Director
of Lawyer Regulation, filed comments in
response 10 the notice of proposed
rule making. The Florida Bar commented
on §ll0.l(c) and 10.23{c)[5).The PTO'.
response to the comment appears later
in this notice under a discussion of
110.1.

An Assistant General Counsel of the
State Bar of Georgia filed a response to
the advance notice. The response stated.
among other things: "Although due to
the press of business at the present time
I urn un eble to provide a substantive
response in this correspondence. I will
respond within the appropri,ate time
limits after having an opportunity to
study the encloeed " •• {advance
notice)." No further response was
received.

Bar counsel for the Attorney
Grievance Commission of Maryland
filed a response to the advance notice.
In his response Bar Counsel states in
part:

It dOE'S not appear to me that any of the
pruposud Rule. would present any difficulty
in the adnunietraticn of discipline within
Maryland.

Complaint Counlel for Mllsillippi
responded to the advance notice. He
stated in part:

1have not reviewed the proposed Code in
eompeneon with the Code of Profellional
ReaponaibilltyIn sreat delail. In general
however I can etete that adoption Dfthe
proposed Code would not have an advert.
effect upon the function of thJl office,

The General Counsel of the Stale Bar
of Texaa responded to the advance
notice and did "not perceIve that any
problem would be created by ••• [the
proposed rules) in Texas," The General
Counsel did express the thought that the
PTO', use of the word "practitioner"
instead of "lawyer" would not prevent
reciprocal discipline in Texas based on
disciplinary action by the PTO.The PrO
lees no reason for disagreeing with the
General Counsel. The word
"practitioner" i, used by the PTOto
define registered attorneys. registered
agents, and other attorneys authorized
to practice in trademark and other non­
pa tent cases before the PrO under 5
U.S.C.500(b).

The Chainnan of the Professional
Conduct Board of Vermont responded to'
the advance notice. He stetee ln part:

I find nothing contained in the proposed
rulea which would present any difficulty in
the administration Dfdilciplinary matter.
within the State of Vermont. Further. I eee no
problema created via·a-via the Code of
Profellional Responsibility in this
[uriadicticn,

The President of the National
Organization of Bar Counsel responded
to the notice of proposed rulemaking. He
expressed a concern as to whether the
PTO intended to "provide for notice and
information of , .. [each disciplinary
violation by an attorney] to each
jurisdiction where the attorney is
licensed:' Two provisions of the rules
are designed to insure that States are
notified of PrO disciplinary action.

. Section 10.158(b)(1) requires a
disciplined attorney to notify all bare of
which he or she is a member and to file
a copy of the notice with the Director of
Enrollment and Discipline of the PTO.
Section 10,159(a} requires the Director to
notify known State bars and appropriate
bar associations of PTO disciplinary
action. In addition. as a matter of policy,
the PTO intends to notify the National
Discipline Data Bank of the American

-Bar Association.
Comments were filed in response to

the advance notice and the notice of
proposed ruJemaking by the Standing
Committee on Professional Disclpbne of
the American Bar Association. The
comments Hied in response to the
advance notice were analyzed in the
notice of prcpcaed ruJemaking and are
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not re-analyzed in this notice. In It.
comments responding to the notice of
proposed rulemaking the Standing
Committee made several helpful
suggestiona. some of which are being
adopted. A full discussion of the PTO
rationale for adopting or not adopting,.
particular .uggestion appears under
analysis of comment. later In this
notice. The Standing Committee urged
adoption of the 1983 ABA Model Rule•.
The PTO is not now adopting the Model
Rules inter olia because mo.t Stat..
have not adopted thole roles. If I
significant number of State. .edcpt the
Model Rule •• the PTO will consider
further amendments to it. Code of
Professional Responsibility. The
Standing Committee suggested change.
10 i 10.23(c)(12) which ere being
adopted in part The Standing
.Committee augge.ted that notice be
given to a practitioner prior to any
meeting of the Committee on Discipline.
This suggestion u not being adopted.-In
most instances, a practitioner will be
able to respond to a notice under 5
U.S.C. 558(c]. The Committee willhave
the practitioner'. response at the time of
its deliberation. The Standing
Committee urged that hearings' in
disciplinary matters should be open to
the public. Other. opposed this position.
The PTOI. not adopting this suggestion
in view of 35 U.S.C. 122. Further
rationale for not adopting the Standing
Committee', auggeation appean later in
the notice. The Standing Committee
urged a change in 110.149 to make the
burden for proving a disciplinary
violation one of "clear and convincing
evidence." This euggeetion i. being
adopted. The Standing Committee urged
thai more discovery be permitted than
was authorized by t 10.152 8S proposed.
This suggestion I, being adopted as
explained further in this notice. The
Standing Committee also thought
§ 10.159 should provide for notice to the
ABA Natonal Discipline Data Bank
when the PrO administers discipline.
While 110.159 will not specifically
mention the Data Bank. a change has
been made to permit the Director to
notify appropriate bar associations. The
Data Bank is an appropriate bar
association.

Changes 1.0 Texl

Several changes
the text of the new rules {rom-the text of
the proposed rules which were
published forcorrimenl in the notice of
proposed rulemaking. Those changes are
discussed below.

In § 1.8, the new paragraph will he
(xiii). Paragraph [xii] was added when
the rules relating tn patent interference



proceedings were amended. See 49 F.R.
46451 (Dec. 12. 1984).

In the first sentence of 11.31, the term
"agent" has been changed tc.rregistered
agent" to make clear thai only registered
agents are intended.

Section 1.33(c) i. being amended to
delete a reference to former 111.341 and
1.347 and to now refer to t 110.5 and
10.11.

Section 1.56 (0and (h) ia being
amended to delete 8 reference to fanner
t 1.346 and to now referred to t 10.18.

In the second eentenceof § 10.1,
"subpart shall" has been changed to
','part shall" and "maintain control over"
has been changed to "regulate."In the
aeme sentence, "within its borders" has
been deleted.

In 110.2(bJ(1), "maintain the register"
has been changed to "maintain the
register provided for in 110.5".

In the next-to-the-last sentence of
IIO.7{b), "examining corps" has been
changed to "patent examining corps".

The language "an alien" in t 10.9(b)
has been changed 10 read "a resident
alien' to make clear that aliens
registered under paragraphs (a) or (b) of
110.6 must be resident aliens.

In the first sentence of 110.14(c),
"foreigner" has been changed to
~'foreign attorney or agent", "registered
and in good standing" has been changed
tc "registered or in good standing"

'veppllcants'' has been changed to
"pa,rties" and "trademark applications"
ha~ been ch'@lJge,d,to:·_trademi:lrk.cases~~.

_·_~_··-···Iii-fio:18(a)(1),"the paper has been
read" has been changed to "the paper
has. been read by the practitioner".

Several changes have been made in
110.23.

In 110.23(C){4)(iiiJ. "improperly" has
beenadded before "bestowing."

In IIO.23(cj{S}, "on ethical grounds"
has;heen added after the first
occurrence of "attorney or agent" and
"auspenaton or disbarment as an

'attorney or agent" (after "10:ti(c)") has
been deleted.

In 110.Z3(c){7}. "patent" has been
added before "application of another"
and the following has been edded as a
second sentence: "See I§ 1.604(b) and
1.607{c) of this subchapter."

In 110.Z3(c}(8). "Failing to forward"
has been changed to "Failing tu inform a
client or former client"; "inability to

,Jo~llr~.)..o" h~~ been c::h.~ps~dJ()
,·q·iilaliility· to notify"; "client

correspondence" has been changed to
"client of correspondence"; "is

,correspondence which" has been
changed to "is correspondence of
which"; and "under the circumstances
should be Iorwarded to the:client-or
farmer client" has been changed to

"under the circumstances the client or view of f 10.132{b).The second sentence
former client should benottfted." of § ]0.]31(a) in the notice of proposed

.Section 10.23{c}[12) has been changed rulemaking read: "The investigation "
to read: "Knowingly filing, or causing to shall be such as to determine whether:
be filed, a frivolo4:s complaint alleging a there is probable cause to believe that a
violation by a practitioner of the Patent \:!olalion.of a Disciplinary Rule by a
and Trademark Office Code of practitioner has occurred,"
Professional Responsibility." . In the first sentence of 110.13Z{a]. the

In § 10.23(c){lS), "including" has been language "that there is probable cause
changed to "making an and "matter't.has to believe" has been deleted. The
been changed to "statement"; Committee on Discipline, not the

In 110.36(b)(3), the language "in the Director, shall determine whether there
locality" has been deleted. Is probable cause to believe that a

The following language hee been practitioner has violated a Disciplinary
deleted from 110.40(c): ", and may not Rule. See §ll0.4(b) and 10.132(b).
withdraw in other matters," Several changes have been made in

In f 10.62(b). the language 110.133. In the first sentence of
"contemplated or pending litigation or" i 10~133(b). the language "II10.132(b)
has been deleted. and 10.134" has been replaced with

In 110.63(1). the language "110.134". The reference to IIO.132(b}
"contemplated or pending litigation or" is not necessary. The language "his or
has been deleted. Both occurrences of her resignation by filing" in § 10.l33{b]
"trail or" have been deleted from has been deleted 85 unnecessary. The
t 10.63(a). The language "contemplated second sentence of § 10.133(d] has been
or pending litigation or" has been modified to become new paragraphs (e)
deleted from t 10.63(b). and (d). Paragraph {cl indicates the

The following sentence has been content of an effldavit of resignation
added to 110.64(b): "A practitioner may, filed prior to the date set by the
however, advance any fee required to administrative law judge (ALJJ for
prevent or remedy an abandonment of a hearing. Paragraph (d) indicates the
client's application by reason of an act content of an affidavit of resignation
or omission attributable to the Iilod on or after the date set by the AI.l
practitioner and not to the client, for hearing. Paragraph (c) has been
whether or not the client is ultimately redesignated as new paragraph (e). In
liablefor such fee."addition. the language "paragraph [b]"

In 110.84{a)(3). "110.85" has been therein has been changed to
changed to "this part". "paragraphs (b) or Icl". Paragraphs (dJ

m",,,ThE:!followingsentence has been ... ,"," and (e) have been redesignated as n ' : : . · ···· ··· .--j.-...
added to 110.87(a): "It is not improper. paragraphs (I) and (g). respectively.
however. for a practitioner to encourage In 110.13S(aJ(ZJ(i). "Committee on
a client to meetwith an opposing party Enrollment" has been, changed to
for settlement discussions.....Director".

Paragraph (5) of § 10.B9(c)sa it In ·110.149. "a preponderance of' has
appeared in the notice of proposed been changed in both instances to "clear
rulemaking has been deleted. Paragraph and convincing".
(6) of Il0.89fc] as it appeared in the Several changes havebeen made In
notice of proposed rulemaking has been § 10.152 to expand discovery.
changed to read: "(5) Engage 10 Paragraphs (a) and (b) of 110.152 as !It:'.

undignified or discourteous conduct out in the notice of proposed rulemaking
before the Office (see 11.3 of this have been redesignated .as paragraphs
subchapter). "Subparagraph (7) of [e] and (f), respectively. and new
I :10.80(c) has been redesignated as paragraphs (a) through [dj have been
subparagraph (6). added. New paragraph (a) sets forth

In § 10.112(a), the language: discovery which is authorized, New
Maintained;(l}ln the case of 8 practitioner paragraph (b] sets forth matter which

whose officeis located in the United Slates. cannot be discovered. Paragraph lq sets
the State lri which the precttttcner'e crftce Ie forth factors which an ALJ can consider
situated or (2) in the case of a practitioner in determining whether to authorize
having an office in 8 foreign countTy or h
registered under 110.e(c) ir. the United Siaies -dtscovery. Paragraph (d) requires t .a! a

",e:r,thldoreign'coUnllJ' .. ..... ,~. ",j,';motion be',filed 'which 'addresses
specifically and separately-each

has been changed to read particular request for discovery. In
Mdintained in the United States or. in the paragraph (e) (formerly paragraph (el). a

case of a practitioner ha'o'ing an olflcein a' new subparagraph (3J has been added to
fortii~ncountry or registeredunder IIO.6(c). specify that the ALJ may require the
in the UnitedStates of the Ioreigncountry. -~~rtie6 to set out in a pre-heanng

In 110.131{a}, the second sentence has statement information related to expert
been deleted as being unnecessary in witnesses. Old paragraphs (3Ja~d{4l

-199-



have been redesignated a. new
paragraphs (4) and (5). respectively.

In 110.154(b), a new paragraph [5) has
been added which states: "(5) any
extenuating circumstance e."

In 110.155(a). both occurrences of "on
the respondent" have been deleted.

Several changes have been made to
I 10.158. In 110,158{b)[I), after "all
clients of the practitioner" Ihe following
has been added "Corwhom heor she Is
handling matters be Core the dffice."(n
110.158{b}(2), "client'. active caaefiles"
has been changed 10 "client's active
Office case mea". In 110.158(c), changes
have been made 10 make paragraph (c)
applicable to corporate patent
departments and to prohibit a

. suspended or excluded practitioner from
meeting in person or in .the presence of
another practitioner with an official of
the PTO in connection with the
prosecution of a patent, trademark, or
other case.

The following ha. been added to the
end of 110.159(a): "and any appropriate
bar associations."

Several change. have been made in
110.160(c). "A practitioner has been
suspended or excluded" has been
changed to "An individual.who has
resigned under 110,133 or who has been
suspended or excluded", The language
"if the Director is satisfied" has been
changed to "when the individual makes
a clear and convincing showing". The
language "suspended or excluded
practitioner" has been changed to
"individual".

Response 10and Analysis of CommeDts

Twenty-two (22) written comments
were timely received in response to the
notice of proposed rulemaking. The
comments have been analyzed. Some
suggestions made in comments have
been adopted and others have been
rejected. A detailed analysis of the
timely received comments follows.
Several comments were not timely
received by July 9. 1984. in response to
the advance notice oC proposed
rulemakingof March 16, 1984. These
comments have nOW been considered
and are analyzed herein.

Several comments were received
which suggested that the rules purport to
regulate attorney conduct beyond that
necessary or proper for administration
of federal programs by the PTO. It is not,
and has neverbeen, IheintenUonof the
PTO to regulate conduct except to the
extent necessary for the
accomplishment of federal objectives.
Thus, only that conduct which Js
relevant to the practice of patent,
trademark, or other law before the PTO
is what the PTO seeks to regulate. The
preamble of AlD"1lndicates that Subpart

10 governs .olely the practice of patent,
trademark, and other law before the
PTO. A. noted in the preamble to f 10.1.
"(nlo.hing In this subpart shall be
conatrued to preempt the authority of
each State to regulate the practice of
law. except to the extent necessary for
the Patent and Trademark Office to
accomplish its federal objectlvee." See
Sperry v.Florida ex rel. Florida Bar.
373, U.S. 379, 402 (1963). See elao .
Michigan Conners and Freezers Ass'n.
v. Agricultural Marketing and
Bargaining Board, 104 S,Ct. 2518. 2523
(1984.) (State Law is preempted when it
stands as anobslacle to the
accomplishment and execution of the
full purposes and cbjecuvee of
Congress) and Fidelity Federal Savings
and Loan Assr.. v. de la Cuesta, 102,
S.Ct. 3014, :Y.l22 [1982) (feder.!
regula tions have no less pre-emptive
effect than federal statutes.

Several comments were received
concerning 110.1. The Florida Bar noted
the t in the notice of proposed
rulemaking Ihe PTO indicated "thai
failure to pay Stale bar dues is not a
basis for suspension or exclusion before
the PTObecause failure to pay the dues
has no relationship to the federal
objectives which the PTO seeks to
accomplish.' 49 FR 33795. column 1,
third full paragraph. The Florida Bar
suggested that "the loss of good
standing [should] be of concern to the
PTO." The PTO agrees in part.
Suspension from a State bar for failure
to pay dues will not be viewed by the
PTO a. "misconduct." See 110.23(cJ(5).
which has been changed to define
misconduct as suspension or disbarment
on ethical grounds. If an attorney is
suspended by his or her State bar for
failure to pay bar dues. and lor that
reason is no longer in good standing
before the State bar, that attorney is no
longer an attorney within the meaning of
110.1(c). An attorney suspended from
hi. or her State bar for failure to pay bar
dues would nolonger be eligible \0
represent individuals before the PTa In
trademark and other non-patent cases.

One commentator suggested that the
second sentence of § 10.1 be changed to
read: "Nothing in this subpart shall be
construed to preempt the authority of
each State to regulate the practice of
law. except 10 the extent necessary for
the Patent and Trademark Office to
acccmplieh its federal cbjectives.v Tbe
suggestion is being adopted, The
commentator noted that ae originally
proposed in the notice of proposed
rulemaking, the phrase "to maintain
control over the practice of law within
its borders" i.I unduly restrictive. The
commentator correctly pointed out that
"[cjertaialy. New Yerk would hllv.the
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authority to regulate the practice of law
by a New York attorney residing in
Florid....

Another commentator noted the
language "federal objective," in I 10.1
and felt it would be appropriate Cor the
PTO "to ael forth what the federal
objectives really are." The PTa does nol
believe It ia appropriate to set out in the
regulations specific federal objectives.
'The PTO engages in the examination oC
applications for patente. reexamination
of issued patents. examination oC
applications for regiatrationa of
trademarks. and numerous inter partes
patent and trademark proceedings. The
federal objectives of the PTO center
around these activities.

With reepect tc 1\O.2(c). one
commentator argued that "it ill unfair to
requite the payment of ii fee to review a
final decision of the Director." ThePTO
disagrees. The review provided by
110.2(c) is a: service performed by the
PTO for which a fee may be charged.
There is no compelling reason for not
"charging B fee.

Several comments were received
discussing 110.4. One commentator
suggested "that a provision Cor no
discovery or testimony from a member
of the Committee on Discipline is unfair
and inappropriate." The PTO doe. net
believe that a "mini-trial" should be
conducted in a subsequent disciplinary
proceeding of how or why the
Committee on Discipline reached Its
decision. The commentator also argued
that 110.4(c] "would be in direct conflict
with the Federal Rulesof Civil

"Procedure" in any review in the U.S
District Court for the District of
Columbia. Again. the PTO disagrees.
The Federal Rules of Civil Procedure do
not apply to disciplinary cases in the
PTO. Moreover. those rules do not apply
in cases seeking judicial review of a
decision oC the Commissioner in a
disciplinary matter. Applicable law (35
U.S.C. 32 and Local Rule 1-26 of the
district court] provides for review on the
record made in the PTO, See also Camp
v. Pitts, 411 U.S. 138 (1973). Hence. there
is no discovery in a proceeding under 35
U,S.C, az.

Comments were received which
suggest that the associate and assistant
solicitors in the Office of the Solicitor
cannot be Ieoloated from the Solicitor
and the'Deputy Solicitor. The associate
and assistant solicitors are to be
isolated so that (1) the associate and
assistant soltcitora may act as attorney
Cor the Director in prosecuting e
disciplinary proceeding and (2) the
Solicitor and Deputy Solicitor may act
81 legal edvteor to the Ccmralseloner-in
deciding" di~r.iplinAtymauer.Jn



disciplinary matters, the associate and
assistant aolicitcra will report directly to
the Director. Aeaociate and-asalatant
ecltcltcre will not have occasion to
discuss disciplinary matters with the
Solicitor or Deputy Solicitor.

The following discussion in 'the
Attorney General's Manualon thtl
Administrative Procedure ACI, pp- 57-58
(1947); commenting 00 original I 5[c)
(now U.S.C. 554[d)) Ie believed
particularly relevant to the Issuel raised
in the comments:

Alluming that an BBeney willln many
ca.e. wilh to eon.ult with certain of iI ••talf

':membere, It may proceed in one of two way•.
It may in a particular case consult with .taft
memberswho in fact beve not performed
Inveatlgative or prosecutingfunction. in that
or a factually related cue. In the ettemeuve,
the agency may lind it feasible '0 to oraanize
It••tafrallignmenll that the Ilaffmembera
wbom It most frequently destree to conlult
Will be free of aUinveltigative and
prolecUtlnj funCtiOIll.

•
(IJfthe agency .0 organize. ill ataff that

the general counsel ia not reeponetble (or the
tnve.tiga\ive and prosecutingfuncuone, he
would be regularlyavailable to the agency
(or conaultationon the decletca of case•. t

Several commentators suggested that
members of the public or the PrO bar
ahculd bememben of the Committee on
Discipline. This suggestion is no: belng
adopted. A! noted in the nctlce of
propceed ndemaking (49 FR33793.
coJumn 2, last paragraph), there are two
re,~,s~ms,fornot adopting the .uggestiQg!,
Use rif individuals outside the,PTO II
made difficult by 35 U.S.C. 122.
Administrative delay. would take place
because It would be more difficult to
schedule meetings.

One commentator euggeeted that the
language "at least" in the phrase "at

"least three employees of the Office"
should be deleted from the second
eentence ct.j 10.4(a). This suggestion Is
net being adopted. The "at least"
language _will permit the Commissioner
to appoint alternate members to
•ubatitute for a member who may be
disqualified or who may be unavailable
for an extended period.

Section 10.10 provides that only
practitioners who are regletered under
f 10.6 or individuala given limited
recognition under f 10.9 will be
permitted to prosecute patent
applications of others before the PTO.
One Comment was received which noted
that the rules do not address the
"status" of (a) "an individual in a

-The general countel', parllclplUon in rule
making andln courllillsalion would be entirely
compatible with hit role In adviting 'he asency In
the decliion of adjudical0ry cate' tubjecllo'aecUon

. 6(1:).

'training program directed to the
preparation and prosecution of
applications for patent" or (b)". Ions·
time employee working within a patent
organization In thearea of preparation
and prosecution of appJications for
patent, but has never become registered
to practice as either a Patent Agent or
Patent Attorney." The commentator
•uggeeted that the rules should etete
what euch individual. or employee. may
do. The suggestion is not being adopted.
Only registered practitioner. (attorney.
and agents] may practice patent Jaw
before the PTa. The commentator aJso
auggeated that the rules should provide
that long-time corporate or government
employees who have never been
registered should be given limited'
recognition by the PrO. This suggestion
i. not being adopted. Limited
recognition will be given only on a ceae­
by-case basis. See 110.9.

One comment suggested that
"applicants" and "trademark
applicalions"ln the first sentence of
IIO.14(c) rendered it unclear whether
an individual authorized to practice
before the PTO in trademark cases
could prosecute post-registration cases,
such aa a cancellation proceeding. The
rule has been clarified by changing
"applicants" to "parties" and
"trademark applications" to "trademark
cases". An individual authorized to
represent others under I 10.14 is
authorized to appear in any trademark

".case.
Several comments were received

discussing 110.18. One comment made
at-the hearing suggested that the rule
should.specify who should read the
paper being signed. The commentator
Ita ted: "I think it would be salutary if
what you really mean is that the
practitioner who signs it has read it,"
The suggestion is being adopted and the
language 01110.18(e)[1) has been
changed from "the paper has been read"
to "the paper has been read by the
practitioner".

Two individual. commented that
requiring the signature of a practitioner
would eliminate the "custom" of having
an associate sign the name of a principal
attorney on a paper which the principal
authorizes the associate to file. Section
10.18 requires that the practitioner
signing the paper sign his or her own
name. The rule would permit asscciate..'
attorney John Smith to sign on behalf of
principal attorney David Jones by
signing the paper 8S foUows: "David
Jones by John Smith:' The rule-would
not pennit Smith to merely sign Jones'
name or to sign "David jones by IS;"
The rule does noteuthorize a non-

.' practitioner [e.g., a para-legal or
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secretary) to sign a paper on behalf of.
practitioner.

One comment asked the ronowing:

Allume an inventor il under Final
Rejectionand Ihe period for proper re.ponae
II near at band. The atlomey I. now
'in.tructed 10"keep the cue alive" until a elP
[eonlinuatlon-ln-part] I. prepared and med.
For res.on. oul.ide the control of Ihe
atlorney, the CIP eaMot be filed in time.
Allume now the .ttorney file. a NoUc.of
Appeal,n8v~r intending td pra.eeute the
appeal, Intending only 10 buy timeuntll the
elP can be filed.Would tbe filing of the
Noticeof Appesl violate Rule 10.18 and
eublect the allomey to PTO di.ciplinary
action?
A notice or appeal i. a proper response
to.a flnel-rejectlcn. Accordingly, It
would not appear under the
circumstances outlined that the notice of
appeal was "interposed for delay"
within the meaning of f 10.18(a)(4).

Three comments were received
discussing f 10.22. One comment
suggested that modifiers, euch a.
"knowingly" and "willfully" be inserted
in peregraph. (a) end' (b) 01110.22. The
suggestion is not being adopted. A
"materially false statement," a failure
"to disclose a material fact," or
furthering the application of another
"known * * * to be unqualified"
constitute acts which cannot be
characterized as innocent. Accordingly,
-there Is no need 10 Insert the "modifiers"
in the text of the rule. Another
commentator that the
provisions -of §
the federal objectives of the PTO.
PTO disagrees. Practitioners who (l)fail
to tell the truth, (2) fail to reveal material
information or (3) knowingly further t~e

application o( an unqualified individual
to a bar. demonstrate that they are
"disreputable" within the meaning of 35
U.S.C. 32. A third commentator
suggested that 110.22(b) is too broad
because a practitioner could recommend
an-Individual for membership in a bar
and the individual might fail to pass the
bar examination. Unless a practitioner
has good reason to know that the
individual will fail to pass a bar
examination, it is not how (he
practitloner'e could

to a PTO Code

Numerous

discussing 110~'2~3r':)1~[~,r~:~t~t~~;~~~stiggested that I
tore~\lire notification

."then requiring
forwarded. This suggestion been
adopted by making appropriate changes
to 110.23(c)(8).

A suggestion was made to delete the
reference to $50001n 110.23{c){17}. This
suggestion is not being adopted. Sec the



Discussion in the advance notice, 49 FR
10016, column 1. .

A suggestion was made that
110.23(c)(5) has "a built-In inequity a,
regards different patent attorneys in
different states." According to the
commentator, a practitioner suspended
for an act by Ohio might not be
suspended for the same act by New
York. The commentator reasons it would
be unfair for the Office to suspend the
Ohio practitioner, but nol the New York
practitioner. The commentator's concern
is not warranted in view of the second
sentence of § 10.1.

Another commentator noted that
§ 10.23{e)(3) "points up the difficulty of
superlmpoaing " •• [a] set of rules on

. of the various local jurisdictions." Here
again, the commentator's concern is not

,.believed warranted in view of the
second sentence of § 10.1, Another
commentator noted that "moral
turpitude" is hard to define. It was
suggested that possession of marijuana
is regarded as a crime Involving moral

;turpitude in some states where a 99-year
sentence may be received. It was
suggested that in other states possession
of marijuana might result in "8 slap on
the wrist." If 8 practitioner is
incarcerated for 8 crime in a state. it
follows that the practitioner is not
capable of representing individuals
before the Office. This is true even jf the
same practitioner would not have been
incarcerated in another state for the
same act.

The Florida Bar raised a question
concemtng §10.23(c)(5),which is
answered under the discussion above of
110~1. Section 10.23(c)(5) has been

, changed to make suspension or
disbarment "on ethical grounds" a basis
for suspension or disbarment by the
Office. "Ethical grounds" would include
incompetence, but would not include
failure to pay State bar dues.

One comment suggested that
'vdlsreputeble" and "gross misconduct"
in 110.23{a) be defined. The terms
"disreputable" and "gross misconduct"
appear in 35 U.S.C, 32 and need no ,
furtherdefinition in the rules. For a
discussion of "disreputable," see Poole
v. United States, 54 A.F.T.R. 2d (P-H)
~5536 (D.D.CJune 29, 1984).

Several comments suggested tha.t the
Model Rules of Professional Conduct of
IheAmerican Bar Association (1983] be

JI.l:lop,lcdin place.oUl0.23"Adoption,of.
'the Model Rules was given
consideralion prior to publication of the
advance notice and the notice of
proposed rulemaking. The matter has
been considered again. However, it has
not been demonstrated to the Office that
a large number of states have adopted
the Model Rules. As noted in the notice

of proposed rolemaking. at least Virginia
has rejected the Model Rule..
Accordingly, the PTa will not. 81 this
time. adopt the Model Rules. If a large
number of eta tee adopt the Model Rules
in the future. the PTO would be willing
to reconslder its position.

One comment suggested that "before
the Office" be inserted after the word
"conduct" in 110.23(b) (4). (5), and (6).
This suggestion is not being adopted in
view of the second sentence of 110.1.

A suggestion was received that
"improperly" be inserted at the
beginning of 110.23(c){4J{iii}, ThJs
suggestion has been adopted.

A suggestion was received that the
word "patent" be inserted before
"application" in 110.23(c)(7}. This
suggestion has been adopted.

A suggestion was received that
110.23(c)(15) be changed eo that a
trademark practitioner could present
potentially scandalous subject matter in
order to receive a determination on the
merits of registrability. See e.g., In re
McGinley, 660 F;2d 481. 211 USPQ 668
(CCPA1991). Section 10.23(c)(15) has
been changed to refer only "making a
scandalous or indecent statement in a
paper filed in the Office."

Several individuals suggested that it
may be difficult to determine the
identity of the "client" under
110.23{c)(8), particularly in corporate
patent departments. The PTa will
presume that practitioners know the
identities of their clients and that
informa tion conveyed to the client is
being conveyed in a manner acceptable
to the client.

Section 10.23(c)(12}has been changed
in response to comments which
suggested that it would be dlfflcult for
practitioners to comply with
110.23(c)(12) on the one hand and
1110,24 and 10.131 on the other hand.
The purpose of 110.23(c)(12) is '0
eliminate a frivolous complaint against
practitioners, Accordingly. § 10.23{cJ(12)
has been changed to define as
misconduct "knowingly filing, or causing
to be filed, a frivolous complaint alleging
a violation by a practitioner of the
Patent and Trademark Office Code of
Professional Responsibility,"

Several individuals criticized § 10,24.
The provisiona of t 10.24 are derived
from DR 1-103 of the Code of
Professional Responsibility of the

"American Bar 'Associa ttcn. (1970)..-the
rule currently applicable to
practitioners. See 37 eFR 1.344 and 2.13,
The PTO is not aware that the current
rule causes any problems. Accordingly.
the numerous suggestions to delete or
amend§ 10.24 are not being adopted.

One comment was received which
suggested that charging another person
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with trademark infringement and
requesting that the person withdraw 8

pending application "might be .••
interpreted a8 8 violation" of 110.31(a).
The PTa disagrees. A reasonable
interpretation of the rule does not justify
the unreasonable construction by the
commentator.

At the hearing, an individual
discussed 110.32. The individual
suggested that three "practices" should
be sanctioned under any PTO Code of
Professional Responsibility and it was
suggested that all three practices might
be prohibited by t 10.32. First, the
individual suggested that "the giving of
moderately.priced presents .. , to
established clients on appropriate
cccasions-c-Christmas. weddings of their
daughters" should not constitute a
violation of § 10.32.The PTO agrees.
The giving of a gift to an "established
client" on the occssions suggested is not
a gift "to a person for recommending the
practitioner's services." Second, the
individual suggested that a prectiticner
should not be prohibited from "paying
for ordinary client entertainment.''.The
PTO agrees. Again the "client" is not "a
person recommending the practitioner's
services" in return for being entertained.
Third, the individual argued that the
rules should not preclude an "exchange"
of cases with foreign practitioners." An
"exchange" was said to occur "[wlhere
a foreign patent practioner in his
country sends cases to an American
patent or trademark practitioner (0

prosecute before the PTa, and you aend
the foreign firm cases to prosecute
before the foreign patent office. on the
more or less explicit basis that it',
something in the nature of a trade."
According to the individual, the
"exchange" ordinarily takes place
without knowledge of the practitioner's
client. Th~ individual expressed the <

"opinion that "exchanges" without
knowledge of the client presently occur
routinely, The PTO believes that the
suggested "exchange" may ethically
take place only when the practitioner's
clients-are fully advised of the
exchange, Three other witnesses at the
hearing expressed the view-s-correctly
the PTO believes-that client
knowledge is essential to an ethical
exchange of the type contemplated. No
change in I 10;32 is being made.

Asu8gestion was received that "in
matters before the Office" be inserted
after "professional employment" in
§ 10.33.The suggestion is not being
adopted in view of the second sentence
of §10.1; Another comment suggested
that Rule 7.3 of the Model Rules of
Professional Conduct (1983) be adopted
in place of § 10.33.The suggestion is not



. being adopted. Section 10.33 is based
partly on Rule 7.3, but contains the
addilionallanguage "under
circumstances evidencing undue
influence, intimidation. or
overreaching." Section 10.33 ia designed
10 prohibit so-called "ambulance
chasing." In Ohralik v. Ohio Stole Bar
As.'S'n., 436 U.S. 447 (1978), the Supreme
Court held that a.state could lawfully
regulate ambulance chasing. In ita
opinion. the Supreme Court &aId:

We need not discuss or evaluate each of
these i'nterells in detail u appellant hal
conceded that the Slate bu a legitimate and
indeed "compelling" Interest in preventing
those aspects nf ,0licitaHon that involve
fraud. l..nd"I.' innul'nce. intimidation.
cverreacctog. and ether forma of "vexatious
conduct." We agree that protection or the
lJublic from these aspects of solicitation is a
legitimate &.uJimportant state Interest.

436 U.s. at 462. The additional language
appearing in 110.33 is designed to limit
the application of 110.33 to those
situations in which the PTO has a
legitimate interest. See also 35 U.S.C. 32
and 110.31(aJ.

A suggestion was recaived that
'10;,35(b) should be deleted. According

'10 the suggestion. "[rjegulatton or the
practitioner's business arrangements
should be len to sta Ie regula tion." While
the PTQ is in general agreement with
the rationale suggested, there exist
partnerships of agent:; which are hoi
subject to regulation by any state.
Moreover. the commentator 'has not

_._.,,_,~,_~,l,!gge:!i~edor shown that 110.35(b) is
inconsistent with the policy of any state.
Practitioners should not be free to hold
themselves out as being associated with
8 partnership or other organizations
when.en association does not in fact
exist.

One comment suggested that "in the
locality" be deleted from 110.36(b)[3).
This suggestion is being adopted.
because "in the locality" bas no
particular significance in the practice of
patent.end trademark law. Clients of
patent and trademark practitioners are
not necessarily located where counsel
are located. Moreover. the practice i.
nalional in scope.

An individual at the hearing suggested
thai the PTO should delete
subparagraphs (1) and (2) from
-I10,37(a). Tb.is suggestion ia not being
adopted. The individual suggested that 8
c~ient need not know that "employtJ:\e~r'

haa been referred to another practitioner
or to a foreign practitioner. The PTO
disagrees and 50 did three other
individuals who expressed a view at the
hearing. Moreover, the PTO believes
that when "farming out" occurs with the
coneent cf a client. that the fee division
ebculd be propcrtlcnal.tc theeervi~.

rendered. Under I 10.37, "fanning out"
of work without knowledge and consent
cte client will constitute a disciplinary
rule violation.

One commentator suggested that
110.39 "may result in numerous claims
to the effect that a practitioner brought 8

proceeding 'merely for the purpose of
harassing or maliciously injnring
another penon,' .. Section 10.39
continues existing policy (3-7 CFRt.344
and DR 2-109 of the ABA Code (1970)).
Under existing policy. the PTO has not
experienced "numerous claims,"
Accordingly. there il no reason to
expect such claims under '10.39.

A suggestion was received that the
first sentence of 110.4O(a) bechanged to'
read: "A practitioner may withdraw
from employment in a proceeding before
the Office without pennission from the
Commissioner in those instances in
which a substitute h815 been selected
and is willing to serve," This suggestion
is not being adopted. If "8 substitute has

.ibeen selected and is willing 10 serve,"
presumably with the consent of the
client. a new power of attorney may be
filed in the PTO. Another commentator
suggested thai 110.40 should not apply
to corporate attorneys. This suggestion
likewise is not being adopted. If a
corporate attomey changes jobs. the
attorney should withdraw from
representing the "old" corporation or the
old corporation should revoke an)'
power ofattomey.

One comment suggested that the PTO
-. should be under 8 burden or deciding

requests for pennission to withdraw
within thirty (30) days. This suggestion
is not being adopted, but it is and will
continue to be PTO policy 10 promptly
decide requests for permission to
withdraw.

One comment suggested that ", and
may not withdraw in 'ether mettere.' be
deleted from 110.4O(c). This suggestion
has been adopted.

One comment asked whether a power
of attorney given during prosecution of a
patent application continues to beviable
after the patent is issued. The answer is
"yes," Communications received during
reexamination proceedings are sent to
the correspondence address established
during proeecution of the applicetion
whichmatures into the patent being
reexamined. See 37 CFR 1.525. Notices
concerning maintenance fees likewise

.}I,r"~,m,s.ili!d ttl th,' .correspondence
address. See 37 CFR 1.363.49 FR 34725
(Aug. 31,1964). The commentator also
raised a question of who is the client
when a cese il filed on behalf of en
individual. but the individual'i 8siignee
pays the practitioner', bills.
Practitioner. are expected 10 know the
identities or their clients. If 8
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practitioner is hired by a corpcration '
and wishes to make that fact plain on
the record of a patent application. the
practitioner may file an assignment and
a power of attorney signed by the
assignee. If a dispute should then occur
between the individual and the
assignee. the record would be clear that
the assignee is the client.

A comment suggested that 110.40(a)
"would appear 10 be unreasonable" in
view of the language "giving due notice
to another practitioner:' Such language
does not appear in 110.40(a).

An oral comment was received by
phone which questioned whether the
use of para-legals or apprentices by a
practitioner constitutes the unauthorized
practice or law. If 8 para-legal or
apprentice works under the direction of
a practitioner and the practitioner does
not allow the para-legal or apprentice to
hold themselves out as a.practitioner.
there ie uo unauthorized practice of law
problem within the meaning of 110.47.

One comment discussing § 10.49made
the following statement:

• •• if the mtent at this aeclion'is 10
prohibit 8 practitioner fromfonniD8 I!I

parlnership with a lawyer who, while in good
8lariJir.gwith his Stille bar. does not qualify
tc prar tice before tbe Office[eitherbecause
he has not taken the palenl exarruneucn or ill
not qualified 10 handle trademark nJIII!t!HI)..
then it should be stricken.

As explained in the notice of proposed
rulemaking (49 FR 33797,column J), the

_"PTO.doesJlot intend. to.prohibit m _ -r-. ....w w.h··~
formation of lawfums by members of
the Bar of any state.

One comment suggested that ','in
matters before the Office" should be
inserted after "employmeatrIn
110.62{a). This suggestion is not being
adopted in view of the second sentence
of 110.1.

Another comment suggested that
U 10.62 and 10.63 be replaced with Rule
3.7{b)of the Model Rules of Professional
Conduct of the ABA (1983). For reasons

.already discussed. the PTO is nol
adopting the Model Rules. The comment
went on to suggest that practtuonera
would not be free to testify concerning
attorney diligence in patent Interference
cases. ThePTO has made it plain twice
that it disagrees. See the advance notice
(49 FR10016. column 3 (March 1B, 1984))

and the nOlice~~I~~~~'P3~'i:~~,~;~~:~~::;~

~,g~~~;~i:~~:I;g::~:::lhat language inU 10.62 not clear.
Specifically, the commentator referred
to"solely to an uncontested matter" or
"solely to oS matter or ronnaJity."-This
language occurs in the currenterules and
has nct ceused any known difficulty.



Two comments were received. which
suggested that 110.64(b) ehculd permit
practitioners to pay fees which rightfuDy
should be paid by a practitioner. Thi.
euggeetion is beingadopled and the
following eeatence has been added to
11G.64{b}: "A practitioner mlY.
however, advance Bny fee required to
prevent or remedy an abandonment of a
client's application by reason of an act
or omtsafon attributable to the
practitioner and not to the client.
whether Of not the client il ultimately
liable for such fee." One of the
commentators supplied Ute foDowing
rationale with which the PTO agrees:

It aometimel bappena thai payment of. fee
II necessitated by aome act or omiuion for

. which the practitioner and nol the client il
responsible. One e~=mphl I;:1Il.fee for =n
extension of time toreapond to ao OffIce
Action (see37 CFR. 1;17and U38), wherethe
delay baa resulted from lhe practitioner'.
workload for other clients, or from the
peecuuoner'e absence from hil or ber office
for purposes unrelated to the client'.
bueinese. Another example ia a petition fee
for revival of an application unintentionally
abandooed through some inadvertenl
oversight on the practitioner'. part. In thee
ctrccmsteacee. it would seem unjult to
require the client to bear the coal of the fee.

One comment suggested that 110.65
should be amended to indicate that it
relates only to matters before the PTO.
This suggestion is riot being adopted in
view or the iecond sentence of 110.t.

Another comment suggested that
110.65(8) "may limit a practitioner
serving on the board of directors of 8
client." The commentator went on 10 118y

that practitioners serving on boards of
dlrectore is 8 common practice.
Inasmuch as tbe client consent. to
practitioner serving on the board. it i.
believed tbat 110.65 does not limit a
practitioner as suggested by the
commentator.

One comment was" received which
suggested thai I to.66(d) be changed to
exclude corporate patent departments.
According to the comment, "why should
an entire corporate patent department
have to withdraw if one of its memben
has to withdraw for disciplinary
reasonsv'tIn situations where 11 would
not be appropriate for an entire firm or
department to withdraw. 110.66(d}
permits the Commissioner or the
Director to so order, See e.g., Sunkist

{,iGrowers, Inc. v.Tbe Benjamin-Ansehl
cs, 221 USPQ 1077 (Comm'r. Pal 1984).
Another comment .uggelted that i 10.66
should be amended to indicate that it
relates only to mettera before the PTO.
This suggestion i. Dot being adopted in
view of the second sentence of 110.1,

One comment was received which
IU88esled that § ll67 be amended to

indicate that It re1atn ooIy to.matten
before the PTO.ThiJ luggeation II not
being adopted in view of the second
sentence of 11D.1.

A commentwal received which
suggested that 110.66(c) might be
construed to preclude a practitioner
from joining a law firm where attorney.
who are Dot registered to practice before
the PrO "are in control."i.e.. are the
"aenior" partnen. The definition of
practitioner [see I to.l(r)) preclude.
such. eccstrcctton, because any .
attorney in goodatending in any State it
a practitioner. Another comment
suggested that 110.68 be amended to
indicate that it relate. only to matters
before the PTO. Thil euggeetion is not
being adopted in view of the second
sentence of ! 10.1.

One commentwaa made at the
hearing which suggested that modifiers,
.uch·as"knowingly, willfully,
intentionally," be Inserted in i 10.77.
This suggestion is not being adopted.
The PTO believes 110.77 Itatel clearly
the prohibited conduct.

A comment waa received which
suggested that Ii 10.77, 10.78 and 10.64
be amended to indicate that they refer
'only to matters before the PTO. This
suggestion ia not being adopted in view
of the second sentence of 110.1.

One comment euggeeted that the term
"unwarranted" in 110.85(a)(2) ill "too
vague al 10 its Jimita." The PTO
disagrees. Contrary to the suggestion by
the commentator, it is believed that
practitioners can readily determine
whether they are advocating a position
that is unwarranted under existing law,

A comment was received which
suggested that 110.85(b) can place a
difficult burden on patent counsel. In

.support of hi, position. the commentator
.gave two examples and commented on
both examples •• fellows:

Example I: A client mgages a patent
ettorney in the preparation of a patent
application, aDd the palent attorney goes
through the usual routine of advising the
client of atatutory bars, duty to disclose, etc.
The attorney preperee end filel the
application, and during the course of the
prosecution, the client inform. the attorney of
some acthlities that occurred a coupl.eof
years before filing the application, which
activitielmighl ecneutute an offer for sele,
The ."omey adviaell that thill mUlt be
diacloaed lo the Pltenl Examiner, but the
applicant ~ru..e. to foUow this course of
action,.nd discharsel the patent.norney.
The client then engages another attorney to
completelhe prosecution, without.telling the
new altomey orlhe potentially damaging
prior art.
Com~nt· In accordance with my

tnt~(ation of 110.65lb). the fint 11Iomey
would be required to diaclose !hi. litulltion 10
the Office:, \lole•• the term ~erpetraled I

fraud" .. It eppea", iD tMt nd" dI;JM DOt
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include the deliberate fsilUff: to d'I.c1ot1e
relevant prior.art My concerni. tbal)hi.
could make.for some ..ery poor relationthipe
with the client who might not underatand the
attorney'. duty·of eIi.cloture before lbe
Office.

Example~ A rather poor inventor hu
managed to drumup enough money for the
filing fee for. palent epptic.1ion Mtd then
proceeds to prepare and file hill own patent
application. without the auillaDCl! of.
patent attorney. After a few month.. the
Inventor obtainl tome flJlanCins from an
investor, and the inver:llor and the investor
consult the palenl attorney to see if bewould
continue with the proaecu!ion of the
application. 11M! .tlorney reviews the fact
pattern and informl both the Invenlor end the
Investor that there II unqeeeticnebly lome
prior art, 10the fonn of an earlier publication
by the Inventor, whleb mOlt be di.closed
before the Office.. WheDthe inventor and the
mye.tor find that thelIitoineYintende to
disclose thil priar art II lOon.. be i.
engaged •• [heir allomey. the inventor and
the investor leUthe attan:aey that they would
rather engage the 18fVices of eome other
patent altomey. and that they willDot lell the
second attorney of the prior arL

Comment: Aal would Interpret 110.as(bl.
the first palent attorney would be obliged 10
Inform the Office of the relevant prior art.
The first patent attorney would likely have
the aerial number end fjJing dale of the
applicalion, and it would appar 10 me that
the patenilitiomey weuld have to dilc10se
not only the prior art. but also w.dole the
intent of the inventor and the mvellor not to
disclose the same. Thll is prettyhanh
treatment, and I can lee where the inventor
and the teveetcr would have lOme very hard
fedings against the petent attorney.

The PTO agrees that under the
circumstances of Example 1, a "client
.* * might not understand the
attorney's duty of disclosure." * ."
Likewise. the PTO can understand
"where the inventor and the Investor lin

.Example 2) would have some very bard
feelings against the patent attorney,"
Neverthelesa.the commentator has
correctly noted in each ceee that the
practitioner is required to advise the
PTO. The practitioner'. obligation under
110.85(b)haa nol been changed by the
rules and is mandated by Kingsland v.
Dorsey, 338 U.S. 318 {lM9}. See also
Nahstoll, The Lawyer's Allegiance:
Priorities Regarding Confidentiolity, 41
Wash. &: Lee 1... Rev. 421 (19M).

A comment was received which
suggested that' 10.85 be amended '0
indicate that it pertains only to matters

-s-befcrethe PTO.,Thc tuggestion·ianol
being adopted iII view of the second
sentence of 110.1.

Two comments were received which
suggested that 110.87(a) could be
construed to prohibit 8 practioner from
recornmendlng that a client meet with
an opposing party fot settlement
discussions. Both commenta rmggesfed



that 110.87(a) be amended to permit a
practitioner to recommend that 8 client
engage in settlement discussion. '
directly with an opposing party. The
suggestion fa being adopted and the
following sentence has been added to
110.f17(a): "It is not improper, however.
for a practllJoner to encourage 8 client
to meet with an opposing party for
settlement discussions."

A suggestion was made that 110.87 be
amended to indicate that It pertains only
to matters before the PTO. The
suggestion Is not being adopted In view
nl the second sentence of § 10.1.

One comment suggested that
IIO.89{c](5) be "eliminated on the
grounds of vagueness" because one
cannot "be expected to comply with

;D"pparently unpublished custcme of
eourstesy or practice." The .uggestion is
being adopted. Paragraph (6) of
§ 10.89(e) is being redesignated as
paragraph (5) and has also been
changed to read: "Engage in undignified
or discourteous conduct before the
Office (see 11.3 of this Subchapter]."
Paragraph (7) has been redesignated 88
paragraph (6).

Another comment discussing 110.69
asked "since when must counsel cite 10
the Examiner in ex parte proceedings
cases Known to be directly adverse to
the position being advocated?" Counsel
are expected to advise patent and
trademark examiners of known
controlling-authority which is contrary
10 a position being advocated. Ilia
.tmportent fcr counsel to do 80 in ex
parte cases because there is no
advocate taking a position contrary 10

. the position being taken by an applicant.
See also Southern Pacific
Transportation co.v. Public Utilities
Commission of the State of California.
716 F.2d 1285. 1291 (9th Ctr. 1983).

A commentator contended that
110.89(a) "makes no' sense" because a
decision of the PTO may have been

. overruled by the Federal Circuit. Section
'10.89{a) islimiled to "e decision of the

Officemade..in the COUTse of 8 .
proceeding," Practitioners are expected
to follow interlocutory orders entered in
PTQ proceedings. Obviously if such an
order is ultimalely overruled or reversed
by a court. it no longer need be
followed. The same commentator
suggested that 110.89(c](3} is not
appropriate. Specifically, the
commentator indicated that
prllCtitl0ne-rs often rely on the

i"specification ora patent application' and
prior art, The specification and prior art
are evidence, not the "practitioner's
personal knowledge."

One commentator auggeated that
§§ 10.92 and·10.93 be amended 10
indicate that.they relate eelely to

matters before the PTO.This suggestion
Ie nct being adopted In view of the
second sentence of f 10.1.

A commentator at the hearing
suggested that I lQ:93 be changed to
permit practitioners to di.cuSl
procedural matters with Interlocutory
examiners or members of the Board of

«Patent Interferences or the Trademark
Trial and Appeal Board. 10view of Pub.
L. 9s-:6ZZ,November 8, 1964, the Board
of PatentInterferences wiIJ cease to
exist on February 8, 1985. All patent
interference cases will be transfered to
the Board of Patent Appeals and
Interferences and will be assigned to an
examlner-In-chief Practitioners may
consult an examlner-In-chlef orally upon
adequate notice to opposing counsel. A
telephone conference call may be
arranged when opposing counsel desires
to participate in the oral consultation.
The same ill true of the Interlocutory
examiners or members of the Trademark
Trial and Appeal Board. Questions of 8
purely procedural nature may be eeked.
However, an examiner-In-chief or the
interlocutory examiner or member of the
Trademark Trial and Appeal Board may
nevertheless decline to answer
procedural questions without opposing
counsel being present or involved in 8

conference call;
One commentator suggested that

1110.101.10.102.10.103. and 10,111 be
amended to indicate that they refer 'only
to proceedings in the PTO. The
suggestion is not being adopted in view
of the second sentence of 1'10;1';-

One comment suggested that
practitioners residing in the United
States should be able to maintain trust
funds in a bank in any State. This
suggestion is being adopted and
110.112(a) hall been changed to
Implement-the suggestion. However. if a
State bar requires funds to be kept in a
bank within the State, a practitioner
would be required to keep funds in a
bank in the State in order to comply
wlth.Stete rules. Another comment
suggested that 110,112(c)(2] is not
practical. According to the
commentator. "invention samples and

'invention disclosures and drawings
usually are the client's property,but
keeping them in a safe deposit box is
totally Impractical." The commentator
overlooksthat portion of 110.112(c)(2)
which reads "in a safe deooslt box or
other place of safekeeping. ,~ • ·"A
client may consent to a practitioner
keepingtnventicn samplea, invention
disclosures, and drawings in the
practitioner's office. The practitioner. of
course, should see to it that the office is
maintained with appropriate security.

An individual teetifled-at the hearing
that §10.112 is not clear; According \0
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theindividual, "I think the 'ralee should
specify that If you get money UP. front
from a client, whether it'. called a
retainer, 'pre-payment, or whatever
••• that money has to be put into a
trust fund or a trust account" •• and
that you can't take the money out and
spend It-until you have performed the
services and sent a bill to the client that

. S8J'9 Xdollars has comeout of your
trust account in payment of Y services:'
The!'fO believe. that 110.112(bl(2)
specifies "that you can't take the money
out and spend it until you have
performed the services" and that'
I 10.112(c)(3) specifies thai you must
send "a bill to the client." Accordingly,
no change to I 10.112 is neceasary.

One commentator testified at tha
hearing that the PTO rules do not
address "those individuals who, due to B

mental or physical defect, are not able
to bring themselves in conformity with

:" the roles of conduct." ••" On the
contrary, 110.130 specifies that any
practitioner sho .....n to be "incompetent"
may be suspended or excluded. The
commentator at the hearing referred to
an individual "who has a drinking
problem or one whois mentally
incapable or representing people before
the ' -•• Office." The statute (35 U.S.C.
32] and the ruJesaddress such an
Indi v idue]. A! noted in the ad vence
notice, the PTohas declined to adopl
the suggestion appearing in Manson,
lie/ping Lawyers Who Need Help ~v~~'" ""+,,,

":-Wo/J'"t Ash for 1t!). 25 Va. Bar News
(June 1977). See 49 FR 10011, column 1
(Mar. 16, 1984). If an individual is
suspended due to a drinking problem,
reinstatement (see 110.160) may be
conditioned on a clear and convincing
showing that the drinking problem has
been overcome.

One individual testified at the hearing
that a "statute of limitations" should be
inserted in § 10.131. This-suggestion is
not being adopted. As the individual
noted during testimony, statutes or
limitations do not apply in disciplinary
proceedings.

A suggestion was received that
§ 10.132 be changed to expressly provide
that:

No diepcsttion adverse 10the respondent
shall be recommended by.the Director until
the respondent shall have been afforded the
oPPortunil>' to-be heard.

This suggestion is not being adopted.
Section 10.132(a) provides that. w here
necessary. the Director shall comply
~ith 5 V.S.C. Ma(e) prior to calling a
meeting of the Committee on Discipline.
The relevant portion of 5 U.S.C. 558fc}
provides:

.'



Excepl in casee of wlilfulne.. or thOle III
which public health. Interest. or Isfety
requires otherwise, the withdrawal.
luapension, revocation. or annulmenlo( a
license I. lawful only If.before the In.titu(Jou
of agency proceedinplherefor. the licen.e.
hal been given:

(lJ ecuce by the agency In writina of the
fact. or conduct which may wanant the
ecuce: and

(2)opportunity to demonstrate or achieve
compliance with sJllawful requlremeate.

Where appropriate, a notice under
f 558{c)will be issued prior to the time
the Director takes a case to the
Committee on Discipline. Any reply to
I 558(c) notice will be reviewed by the
Director and the Committee on
Discipline prior to deciding whether a
complaint should be filed.

Another euggeeticn wac; received
which indicated that! 10.132[c}should
be changed so that the "accused
prectittoner " •• (would) have lheright
toielect an administrative law judge
from e panel of such judges. such panel
including the names of at least two law

<judges."Thialuggestion is not being
adopted. No rationale-was given in
support of the suggestion and there Is no"
known reason to permit a respondent to
select the particular administrative law
judge (AL)} to be assigned to hear the
practitioner's case.

Several changes have been made in
110.133 by the PrO which are not in
response to ·any comment or euggeeucn,
The language "n 10.132(b] and 10.134"
in the first sentence of 110.133(b} hal
been changed to "110.134". Thle change
was. made because a reference to
110.132(b) is not necessary. The
language "his or her resignation by
filing" in the first sentence of 110.133(b)
has also been deleted as unnecessary.
The second sentence of paragraph (b) of
110.133 hal been replaced by new
paragraphs (c] and (d). New paragraph
(c] specifies the content of an affidavit
of resignation filed prior to the date set
by the ALI for a hearing. New paragraph
(d) specifies the content of an affidavit
of resignation filed on or after the date
set by the ALI for a hearing. Old
paragraph (c) has been redesignated as
new paragraph (e) and the language
"paragraph (b)" therein has been
changed to read "paragraphs (b) and
(c)". Old paragraphs (d) and (e) have
been redesignated 88 new paragraphs (f)
and (g). respectively.

New paragraph tc) ofll0.133 has
been added to define the conditions
under which a practitioner may resign
prior to the da te set by the ALJ for a
hearing. Experience has shown thai
practitioners do not readily resign.prior.
10 hearing if they are required to admit
the charges against them and/or are

.:required to admit that they could not
have been defended against the charges
or the subject of an investigation.
Paragraph (c) does not require a
practitioner to admit the charges or any
lack of defense at the time of
resignation. Rather. under·110.133(c)(S}.
any admission i. operative at the time of
a request for reinstatement and only for
the limited purpose of detennining the'
request for reinstatement. By deferring
the time when the practitioner makes
theadmissions, it is believed that
settlements are more likely. Once 8
hearing begins. however, there il no
reason to permit a resignation without
edmisslon of the fact. and a lack of
defense. The admissions of paragraph
(c)(5) are relevant in determining
whether reinstatement should be
granted and whether eufficient time has
passed between resignation and any
application for reinstatement.

One comment wa. made at the
hearing which euggeeted that "if. in fact
there is a real stalemate in a settlement
discussion. that there be some avenue
80 that there be, in essence, binding
arbitration" on the part of the
respondent and the Director. This
suggestion i. not being adopted, There is
no reason to impose binding arbitration
in disciplinary matters. While
settlements are to be encouraged, if the
parties (the respondent and the Director)
cannot reach a mutually agreeable
settlement. the proper recourse is to
proceed with the disciplinary
proceeding.

A euggestlon W8I received that the
second sentence of 110,138 be deleted.
The suggestion is not being adopted. The
second sentence of 110.136 provides
that evidence obtained by a subpoena
under 35 U.S.c. 24 will not be admitted
unless prior approval was obtained from
the ALJ to proceed under eecticn 24.
This provision is necessary to retain
control over the proceedings in the ALJ.
Moreover, an order authorizing a party
to proceed under section 24 can be
helpful to any district court which is
required to determine whether an
individual should be compelled to
answer counsel's questions. Additional
rationale in support of the PrO's
decision not to adopt the suggestion
appears in the advance notice (49 FR
10019, columns 1 and 2) and In the notice
of proposedrulemaking (49 FR 33800,
column 1). • .

Two individuals testified at the
hearing concerning 110.144. Section
10.144 provides that hearings in
disciplinary cases will not be open to
the public. One individual suggested
thaI hearings in disciplinary matters
ehduld.be opened to the public. The
other individual took the opposite
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position and supported 110.144 as
proposed. The suggestion '0 open
hearings to the public is not being
adopted et this lime. The PTO believe.
that a practitioner should not
unnecessariJybe exposed to charges of
alleged wrongdoing until the practitioner
is found to have violated the PTO Code
of Professional Responsibility.

"Unneceseary and premature exposure
could cause a practitioner's client to find
other counsel based on mere allegations.
Additionally. the PTO is required to
maintain information concerning patent
epplications in secrecy; 35 U.S.C.122. In
mosl disciplinary cases Information
concerning a patent application is
revealed at any hearing. Accordingly,
thePrD will not provide for public
hearings. However. the PTO intends to
further study the possibility of hearings
open to the public (e.g.. in a disciplinary
proceeding involving only trademark
matters) end may, in the future, propose
to modify 110.144.

Numerous comments were received
which suggested that the burden of
proof set forth in 110.149 should be
changed from "preponderance of
evidence" to "clear and convincing
evidence." As announced at the hearing.
this suggestion is being adopted. The
"clear and convincing evidence"
standard brings' 10.149 in conformance
with 110.158(d)(1)(ii) which also
requires proof by clear and convincing
evidence.

The tenn "clear and convincing
evidence" is not eucceptable to a precise
definition. ThE'PTO, therefore, deems it
appropriate to set forth its views on
what constitutes "clear and convincing
evidence." "Clear and convincing
evidence" faUs somewhere between
proof beyond a reasonable 'doubt and
proof by a preponderance of evidence.

A reasonable doubt is a doubt based
upon reason and common sense-Ihe
kind of doubt Ihat would make a
reasonable 'person hesitate to act. Proof
beyond a reasonable doubt must,
therefore. be proof of such a convincing
character that a person would be willing
to rely and act upon it unhesitatingly in
the most important of his or her affairs.
Devilt,Federaljury Practice and
Instructions § 11.01 (zd ed. 1970).

To establish a feet by a
prE,pc,n~eri~nc,ecof evidence means to
prove
so. A means

as, when considered and
compared with thai opposed to it, has
more convincing force. and produces in
the mind of the trier offact a belief that
what te sough I to be proved is mOT£'

likely true than not true: De\'itl;S/Ipro at
§ 7.01.

.-



Clear and convincing evidence is that
measure' or degree of proof which will
produce in the mind of the trier of fact a
firm-belief or conviction 81 to an
aJJegationsought to be established; it (8
more than a preponderance of evidence,
but less than that required 10 establish
guilt beyond 8 reasonable doubt
Hobson v. Eaton. 399 F.2d'781 (6th Cir.
1068)."11does not mean clear and
unequivocal." Fred C. Walker Agency.
Incv.Lucas. 21~ Va. 535,,540-541. 211
S.e.2d 88. 92 [1975).

Several comments were received
which suggested that § 10.150 be
changed to make the Federal Rules of
Evidence applicable to disciplinary
proceedings; The suggestion is not being
adopted. The PTO has explained. In
both the advance notice (49 FR 10020.

"column 2} and the notice of proposed
rulemaking (49 FR33801. columns 1 and
2) why it cannot adopt the Federal Rules
of Evidence-in disciplinary cases. The
"federal Rules of Evidence ... do not
apply to administrative proceedings
., .." Davis. Administrative Low
Treatise. 114.01 (Supp. 1970). The
controlling law is set out in 5 U.S.C.
556(d] which provides in part: "Any ora)
or documentary evidence may be

"received, but the agency as a matter of
policy shall provide for the exclusion of
irrelevant, immaterial. or unduly
repetitious evidence. A sanction may
not be imposed or rule or order issued
except on consideration of the whole
record cr those parts thereof ciled by an
partyandaupported by and In
accordance with the reliableprobative,
and substantial evidence." It eppeers to
be the concern of some of the comments
that the Administrative Procedure Act
does not articulate an appropriate
standard of evidence and that hearsay
may be admitted. Suffice it to say that
ma.;nY adjudications occur daily under
the Administrative Procedure Act.
including disciplinary proceedings. The
following language appearing in an
opinion of the Eleventh Circuit in TRW.
United Greenfield Division v. National
Labor Relations Board, 716 F.2d 1391.
~394 (11th Cir. 1983). may be helpful:

Allhe hearing the ALJrefused to allow Five
a~ditional employees to testify thaI other
employees told them that such a statement
had been made. TRW contends It was denied

- a full and fair hearing by the exclusion of Ihis
testimony; The general rule iiithat
administrative tribunals are not bound by the

':'l,Ji:iCti'u!d of evidence governing jury trials.-­
OppCotton Mills./nc. v. Admintstrator af
Wa_~'? 8' Hour Div., 312 V.S.126. 155. 61 S.C!.
524.537.85 L.Ed. 624 [UI71). Thus. the
admission of testimony which would be
deemed incompetent in judicial proceedings
would not invalidate the edmlrnatretlve
order. Tagg Bros. 8- Moorhead v. United
SICl/('.~. ZaG U.S. 4:0. 442. 50 S..Ct. 220. 225, 74

LEd. 524(1930). But !hi. alsutanee of.
desirable flexibility in adniini.tratlve
procedure does not go 10 far AI to jUltify
ordera without. buil In evidence having
rational probative force.Mere
uncorroborated heaflay or rumor doe. nol
constitute lubltantial evidence. Cpn8o!J'dot~d
EdisonCo.v. N.LR.B.•305 U.S. 197. 230.59
S.C!.!06. 211, 83 LEd. 126 (1938). Therefore,
the heaflay teltimony of other employee.
would not have amounted to eubetenual
evidence eafficientto support a finding for
the company. We Ilnd that TRWwa. not
denied a full and fair hearing b)' the Judge',
refusal toadmll heanay teltimon)'.

See. also Steadman v. Securities and
Exchange Commission, 450 U.S. 91. 98 n.
17 (1981); Richardson v.Perales, 402
U.S. 389. 410-411 (1971); Brownv.
Gamage, srr P.2d 154. 158 [D.C.Cir.),
cert. denied. 389 U.S. 858 (1967};
Annotation. Hearsay Evidence In
Proceedings Before Federol
Administrative Agencies. 6 ALRFed 76
(1971); and Davis, Hearsay in
Administrative Proceedings, 32 Geo.
Wash. L. Rev. 889 [1964).

A suggestion was received that
'110.151 be changed to make the
deposition rules of the Federal Rules of
'Civil Procedure applicable to
disciplinary proceedings. This
suggestion is not being adopted. The
discovery provisions of the Federal
Rules of Civil Procedure are not being
adopted by the PTO In disciplinary
cases. Except for discovery which the
parties agree to make voluntarily. all
gj,sc,overyunder these rules will require
the prior permission of the ALJ. This
prior permission is designed to insure

.fhat the ALJ retains control over the
proceeding. By requiring prior approval
of the ALJ to take a deposition, the rulei
insure that the deposition will relate to

-evidence the ALJ deems to be relevant
and will afford the ALJ the option of
determining whether he or she wishes to
observe the witness.

Several comments were received
which suggested that 110.152 be
changed to permit more discovery. Some
commentators urged adoption of the
discovery provisions of the Federal
Rules of Civil Procedure relating to
requests for admission, interrogatories.
and requests for production of
documents. Other commentators fell
that the dlscovery.propoeed in the
notice of proposed rulemuking was not
sufficient and thai more discovery
should be authorized. These latter
commentators;' however; did not urge
adoption of the discovery provisions of
the Federal Rules of Civil Procedure. As
one commentater noted.

Disciplinary proceedings are' net in the
nature.cf civil actions and full discovery
within the scope of lhe Federal Rules of Civil
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Procedure 'I probably Qol need.d or
desirable.

The'PrO agrees that more discoVery
I. appropriate than would have been
authorized under 110.152 88 proposed.
The PTa does not egtee. however. that
discovery should be coinmensUl.ate in
acope'with the discovery provillon. of
the Federal Rules of CiVil Procedure.

One commentator at the bearing who
urged adoption of the discovery ;
provisions of the Federal Rule, of Clvll
Procedure.' correctly recognized the
existence of "concerns of the Patent
[and Trademark} Office regarding what
are alleged to be general discovery
abuses." There Is ample basis for the
PrO'sconcem. See e.g., Pollack,
Discovery-r-lts Abuse and Correction.
80 P.R.D. 219 [1979) {reproducing
remarks made by Judge Pollack at the
Fifth Circuit Judicial Conference on
April 26. 197.8at New Orleans). The
same commentator at the hearing went
on to note, however, that if the ALJ "gete
on top of a ceee and monitors 8 case
very actively, then no discovery abuses
will occur, and if they do. they will be
dealt with swiftly and properly."

Advocates of discovery "refonn"
seemingly rely on two principles which
'are claimed to be the cure-all fur
discovery abuse: (1) Active control by
the judge and (2) sanctions. ~ee e.g.
Second Report of the Special Committee
for the Study ofDiscovery Abuse, 92
F.RD. 131 (1980). ThePTO is not in

position, to impose the t ~:;f~~~:ec;,~' _·t.··· .....
aanction---cosls. However. tl

. invest the ALJwithcontrol over
dlscovery.Jt is because the PTO can
jnve,st the ALJ with control over
discovery that the suggestiori for more
discovery is being adopted. Section

>iO.152 has been changed to pennit
discovery which the PTO believes will
be effective. The scope uf the discovery.

"however. will not be commensurate in
scope with the Federal Ruleecf Civil
Procedure.

Paragraph (a) of 110.152 will pennit
limited discovery after an answer is
filed, Discovery is not authorized prior
to the filing of an answer. A party
seeking discovery will have to make out
e clear and convincing case to the ALI
'thai and
relevant.
ALJ may set or she

"Jlppropriate to accomplish the discovery,
, For example, the ALJmay set the place

-" 'and time' for inspection ofdocuments
which are required lobe produced or
the ALI can order a party to mail copies
of the documents to the other party.
Under paragraph (a) of ~ 10.152.

;'_discovery is, limited to a reasonable
number.of requests for admissions.



interrogatories, or requests for
production of documents and things.
Consideration was given to aetting
numerical maximums for requests for

,';"admission, interrogatories and requests
for production of documents and things.
.See e.g., Local Rule 11.1 of the U.S.
District Court for the Eastern Dlatrict of
Virg'inia. However, numerical
maximums are nol presently specified.
Should discovery become a problem, the
PTO will give fwther consideration to
limiting the number of discovery
requests which a party may file.

Paragraph (b) 110.152 specifies
certain matters which cannot be
discovered. Matter which will be used
by another party solely for impeachment

. or cross-examination cannot be
discovered. Documents which will be
used as part of the Director's c!!.se-in­
chief of the respondent'. case-in­
rebuttal or affirmative defenses are
subject to discovery. Patent applications
not available to a respondent under 35
U.S.C. 1122 are not subject to discovery.
Matter relating to discipHnary
proceedings commenced prior to the

'effective date of these rules is not
available. For the most part, the reasons
for a particular length of suspension or
disbarment have not been stated in the
past. Accordingly, disciplinary
proceedings commenced prior to these

, rules are not particularly relevant. See
Poole v. United Slates. 54 A.F.T.R. 2d
(P-H) 84-553G (D.D.C. June 29, 1984J.
Prior disciplinary proceedings which
resulted in public discipline being
'Imposed will continue to be,available in
the Office of the Director of Enrollment
and Discipline. Respondents will
continue to be free to inspect the files of
those proceedings. Matlers relating to
experts, except as may be required by
the AL} under 110.152(e), likewise are
not subject to discovery. Privileged
matter and attorney work product are
excluded from matter which can be
discovered.

Paragraph (c) sets forth some factors
the ALJcan consider in determining
whether to authorize discovery or to
limit discovery which is authorized. The
factors include delay (which is a major
consideration in disciplinary matters),
burden on the party required to produce
discovery, availability of the discovery
sought to the public (in which case,

",\",~"discoverymay not be.neceaeeryk-the
, 'extent to which the matter sought to be

discovered is equally available to both
parties. and the extent to which
discovery Is available from another
source.

Paragraph (d) of 110.152 requires a
parly desiring discovery to file a motion
w hich explains, Indetall, how each

request is relevant to an iSBU~ raised in suspension. The PTO believes that
the complaint or the answer. 110.156 strikes a reasonable balance in

Paragraph(e) of110.152 setsoul a difficult area. See the discussion
matter which the ALI can require a concerning § 10.158 in the advance
party to produce in a pre-hearing notice (49FR 10021, columns 2 and 3).
statement. Subparagraph (4) states the One commenl suggested that 110.158
matter the ALI can require disclosed should be made applicable to
related to experts. corporations. This suggestion is being

The PTO has every reason to believe adopted by appropriate changes in
that the discovery authorized by t 10.158[c) to refer to client-employers.
110.152 will be useful and that sufficient Another comment suggested that

,authority has been given to the ALJto § 10.158(b) (1) and (2) be changed to
"effectively control discovery end refer to matters before the PTO. This

prevent abuses. The PTO intends 10 suggestion is also being adopted.
monitor discovery closely in the future An oral comment was received asking
and will consider amending these rules whether the Director could conduct an
if abuses occur. investigation in connection with a

One comment euggeeted that determination under 110.158(d). The
110.154(b) be modified by adding "any Director may conduct whatever
extenuating circumstances" 8S a matter 'investigation is warranted to detern:ine
to be considered in imposing a penalty. whether a suspended-or excluded
This suggestion is being adopted. practitioner seeking reinstatement has
Another comment suggested thai complied with regulations relating to
110.154 should address "probation." suspended and excluded practitioners.
This suggestion is not being adopted. A comment was received regarding
Nevertheless, the PTO has authority to 110.159(a) which suggested that the
place a practitioner on probation for all Director notify the American Bar
or a portion of any suspension and to Association National Discipline Data
revoke the probation upon a showing of Bank when a practitioner is suspended
a violation. See In re Dulc, 10300/fjcial or excluded. This suggestion is not being
Gazelle 20 (May 17, 1983). adopted as such. However, t 10.159(a)

One comment suggested that 110.155 has been changed to authorize the
be modified to specify that the Director Director to notify "any appropriate bar
should serve a copy of any appeal "on association." The PTOis not inclined to
the respondent or on the attorney for mention an)' particular bar association
respondent." This suggestion is not by name in the rules. It will be the
being adopted. However, in view of-the practice of the PTO to notify the
suggestion the language "on-the National Discipline Data Bank. among
respondent" (both occurrences] in others, when a practitioner is .
§ 10.155(a)is being deleted. Section disciplined: Another comment suggested
10.142(a)specifies how service is made that the entire file of a disciplinary
on a respondent who is represented by proceeding should not be open to the
an attorney. public when only some, but not all,

A suggestion was received that charges are sustained. This suggestion is
110.157 be modified to provide that a not being adopted. In most disciplinary
stay would be entered in every case matters. it would be highly Inconvenient
where a respondentsceks judicial to segregate the relevant from the
review of a decision of the irrelevant. Moreover, once discipline is
Commissioner. This suggestion was imposed. the principal rationale for
rejected at the time the notice of keeping the file secret no longer exists.
proposed rulemaking was published (49 The disciplined practitioner will suffer
FR 33802) and is not being adopted. whatever public embarrassment results
There are cases where a stay is not from discipline apart from whether part
appropriate. e.g., when the disbarred or all of the file is open to the public,
practitioner is incarcerated. There are With respect to 110.160. one
other times when a stay may be commentator suggested that the burden
appropriate. Accordingly, stays will be 'on thesuspended or excluded
granted in the discretion of the practitioner for reinstatement be stated

,Commissiontil'. in the rules. This suggestion is being
'Several-comments were received,'",adoptedand a "clear and convincing

discussing 110.158, Some commentators showing" requirement has been added
suggested that 1 10.156was "too to 1t0.160(c}. Section 10.149sets oul the
lenient" andanotherauggested that it burden on the Director for proof of
was "tee-herd" on suspended and allegations in the complaint and upon
excluded practitioner•. Section 10.158i. the respondent for proving affirmative
.designed to advise suspended defenses. The showing required by
practitioners as to what they can and t10.158(d}(1} is by "clear and
cannot do during any period of convincing evidence." One commentator
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TABLE3.-PRINCIPA( SOuRCE Of II 10.13D
THROUGH 10.161-eontinued

-,-.-,,~,-'-:--,-.-•.-...--_Il",-,J 0-

10.170 ~.H lHew. but _ 37 CFA 1.1a.

Other CoDsiderBlJonl

The rules will not have a .ignificant
impact on the qualitl"of the human
environment or the conservation of
energy resources.

The rules are in conformity with the
requirements of the Regulatory
Flexibility Act (Pub. L 96-354) and
Executive Order 12291.

The General Counsel of the
Department of Commerce bas certified
10 the Small Business Administration
that the rules will not have a significant
adverse economic impact on a

.substantial number of emall entities
(Regulatory FlexibilityAct, Pub. L 96­
354). The rules regulate the conduct of,
attorneys and agents who represenl
individuals and juristic, entities before
the Patent and Trademark Office and
would not be expected to result in an

. increase of fees charged by attorneys.
and agents to entities. including small
entities.

The Patent and Trademark Office has
determined tha t the rules are nola
major rule under Executive Order 12291.
The annual effect on the economy wili
be less than $100 mllllon, There will be
no major increase in costs orprices for

_,...~..c.Qns umers,. indi vidualindustri es;
federal, atate. or local government
agencies, or geographic regions. There
will be no significant adverse effects on
competition, employment,' investment.
productivity, innovation; or on the
ebilityof the United States-based
enterprises to compete with foreign­
based enterprises in domestic or export
markets. .

The information reporting
requirements.contained in the niles have
been approved by the Office of
Management and Budget, OMB Control
No. 0651-0012 and OMB.ControINo.
0651-0017.

Usl of Subjects in 37 CFR Part 1. 2 an~
10

Administrative practice and
procedure. Authority delegations;
Conflict of interests, Courts, Inventions
an~J)~te~ts~ ~~a:,~emarks. Lawyers.

F(;r'th~'r';~~~n6 given In the p~eamble
"and'urider the authorilygranted to the
Commiseloner ofPaten Is and
Tr.13dlilmarks by 5 U.S.C.500; 151J..S,C.
1123; and 35 U.S.C.6, 31, 32, and 41.
Parts 1, 2. and 10.ofTitie 37 of the Code
of Federal Regulationsare emended 8.9

Bel forth below:
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Illgtf'esled that the'S-year period of
110.160(b) should be cbanged 10.3­
year period. This suggestion is nol being
adopted. According to the commentator.
the PTQ has failed to state why 8 S-year
period was proposed. The commentator
belie....cs a a-year period is more
appropriate. although no reason ls given
in support of the commentator's belief.
The PTO, after considering the matter.
has concluded that some period muat be
specified and there is no reason to
change the S·year period proposed, A
commentator suggested thai a
practitioner suspended for less than lix
months should "automatically" be
reinstated. This suggestion is not being
udoptcd, because the Director, a8 B

condition to any reinstatement. must
find that the suspended practitioner
complied with § 10.158. Another
commentator questioned whether the
rules should provide for application for
reinstatement during a period of
probation. The PTO believes the rulee
need not make provision for application
for reinstatement during probation. For
example. if 8 practitioner Ie suspended
for a period of three years and it is
ordered that the practitioner be actually
suspended for at least one year and that
the last two yean the practitioner be
placed on probation. the practitioner
would be able 10 apply for reinstatement
after serving one year of the three year
suspension',

The PTO disegreea with the following
comment concerning § 10.161(b): ''This
clause is ex post facto legislation as it
seeks retroactively an increase of
penalties regarding conduct which
occurred prior to the legislation." No
legislation is involved. Section 10.161(b]
does not "increase penalties,"
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1 1.58 [Amended]
6. Section 1.56 is amended by

removing from paragraphs rn and (h)
"1.346" and inserting in its place "10;18".

7. The center heading preceding
11.341 is removed.

111.3-41-1.341 [Removed]
8. Sections 1.341 tbrought.34S'are

removed.

11.455 [Amended)
9. Section 1.455 is emended by

removing from paragraph (a) "l.34t" and
inserling in its place ·'10.10".

PART 2-RULES OF PRACTICE IN
TRADEMARK CASES

10. Section 2.11 ia revised to read 8S
follows:

1 2.11 Applicants: mly be represented by
an Ittorney.

The owner ofa trademark may me
and prosecute his or her own
application for registration of such
trademark, or he or she may be
represented by an attomeyor other
IndividualauthoMzed to practice in
trademark cases under t .10.14 of Ihis
subchapter. The Patent and Trademark
Office cannot aid in the selection of an
attorney or oiberrepreeenteuve.

112.12-2.18 IA.~ov.d]

11. Sections 2.12 through 2.16 are
removed.

revising follows:

'2.17 Recognition 'or repre"nutlon.
(a) When an attorney 8S definedin

110.1(c) of this subchapter, acting in a
representative capacity appears in
person or signs a paper in practice
before the Patentand TrademarkOffice
in a trademark case. his orher personal
appearance or signature shall constitute
a.representatton to the Patent and
Trademark Office that, under the
provisions of § 10.14 end-the lew he or
she is authorized to represent the
particular party in whose behalf he or
she acts. Further proof of authority to
act in a representative capacity maybe
required. -

13. Section 2.19 is revised to read as
follows: ..

':'12;10·' Aevoc:.tlon
of other
withdrawal.

(a) Authority to represent an applicant
or a party to a proceedingmay be
revoked at any stage in the, proceedings
of a case upon nottflcation.tothe.
Commissioner; and when it is so

• •

PART 1- RULES OF PRACTICE IN
PATENT CASES

1. Section 1.8 Is amended by adding to
paragraph (8)(2) a new paragraph (xiii)
to read as follows:

f 1.' Certlflcate 01mlmng.
(8) •••
(2)*1:*
(xiii) Papers filed in connection witha

disciplinary proceeding under Part 10of
this subchapter.

2. Section 1.21 hramended by adding
to paragraph (a) two new paragraphs·(5)
and (6) to read sa followa:

'1.21 Mlacerllineoq ,... and charge..
(a) •••

(5) For review or I deciefon of the
Director of Enrollment and
Dlecipllne under 110.2{c) M.M•• 60.00

(5) For requesling regrading of an
examination under 1·10.7(0) 60.00

3. Section 1.31 i. revised t.o read 88
follow.:

I ,1.:i1AppJlcanta maYb, repr•••ntel:lby.
registered attorney or _oenL

An applicant for patent may file and
prosecute his or her own case, or he or
she may be represented by a registered
attorney. registered agent. or other
individual authorized to practice before
the Patent and Trademark Office in
patent cases. See §§·10.6 and lo.s.of this
subchapter.The Patent and Trademark
Office cannot aid in the selection of a...... , .

-~ f 1.33 [Amended]
4. Section 1.33 is amended by

removing from paragraph(c} "1-341 and
1.347" and inserting in its place "1~.5
end m'rr''.

5. Section 1.34 is amended by revising
paragraph (a) as follows:

11.34 ReCognition for repre.entatlon.
(a)When a registered attorney or

agent acting in a representative capacity
appears in person or signs a paper in
practice before the Patent and
Trademark Office in e patentcaae, hill
or her personal appearance or signature
shall constitute a representation to the
Patent and Trademark Office that under
the provisions of this Subchapter and
the law. he or she is authorized tq
represent the particular party in whose
behalf-he-or-she-acte: -ln,fiIing'suoll'B''''
paper. the registeredattomey or egent
should specify his or her registration
number with his or her signature.
Further proof of authority to act ina
representative cap.acitymaybe
required.



revoked, the Office will communicate
directly with the applicant or parly to
Hie proceeding or with such other
qualified person as may beauthorized.
The I'a tent and Trademark Office will
notify the person affected of the
revocation of his 0; her euthonzntinn.

(bJ An individual authorised 'U
represent an applicant or party in a
trademark case may w ithdraw upon
epr.hcation 10 lind approval by the
Cnmmlsaloner.

PART lO-REPRESENTATION OF
OTHERS BEFORE THE PATENT AND
TRADEMARK OFFICE

'St:u.
l(U r;dillitill/l~.

11....2 Dir~r.lot cf Enrollm..ant and n\!icijllm~.

10.3 Committee on Enrollment
10.1 Cn;llmitll:p' on Difldpllne.

Im.llvidLi.llIs EnUtled 10 Pn(.1irl. s.ro,.lbe
P",t":lnt ""ndTradllDlalk Office
'tll.S He8isler of i1l1omeyl aflll agent'!n

p"!(>utcases.
rue Regi~trali(lnof attomeys end egents.
10.7 Requirement. for regislralion.
10.8 Oath and regtetreucn fee.
10.9 Limited recognition in plltent catCI.
10.10 h:dividuilis not registered or

recognized to practice In'palenl cases.
10.11 Rf,moving names from the register.
10.12-10.11 [Reserved]
10.14 . Indh:idulils who may practice before

the Office In trademark and other non­
patent ceeee.

10.15 Refulal to recognise 8 prnotifiunee,
10,t6-10.17 (Rel['rv~dl

10.18 Slgnature and cp.rtific&l~ of
practitioner;

10.19 (Relerved)

PaleDI and Trademark Office Codeof
Protellional RespoDaibility

10.20 Canons and Dilclplin&ty Rule•.
10.21 Canon 1.
10.22. Maintaining integrity end competence

of Ihe legal profellsion.
10.23 Miscondor.t
10.21 Dieclceure of Infonnation 10

authoritie•.
10.~1(\.29 [Reserved]
10.30 Canon 2.
1;1.31 Communic£lHonl coocf:rning a

prl!cti tioner'e eesvtcee.
10.32 Ad\'erlising.
10.33 Direct conlact with prospective

clients.
10.3-1 Communication of fields (Ifpractice,
10.35 Finn names and letterheads.
1036 Fees for legal eervtces.
10,37 . Division of Ieee emong prectitlonere.
10-38 Agreementl restricting the pUlI:tioe of

a ('t~clitioDer.

10.39 Acceptance of employment.
10.40 Wilhdrawal from employment.
10.41-10.45 [Reaerved]
10.46 Canon 3.
10.47 Aiding unauthorized praeuce of law.
10.43 Sharins legal feel.
10.4~1 Forming a J)4'rtnershipwith a non­

praf:litionct.

SO"
10.50-10.&5 (Re.erved]
10.58 Canon f.
10.57 Preservation of confidence. and

secrel, of a client
10.58-10.60 £Resp-rved]
10.61 Canon 5.
10.02 Refusing employment when the

Interest of the praclilioner may impair
the prll.ctilioner·s independent
professional judgment.

lU.63 WIthdrawal when the pracfitioner
becomes a wiloe••.

10.64 Avoiding acquiaitlcn oriQteJ'E'.t In
htigation 01 proceeding before the Office.

10-05 Limiting busfnees retetlcne with a
client.

to G6 Refu8!:"'.g to eeeept or eeatinne
eraployment if the inlertt6tl of another
client may Impair the Independent
profpbsionlll judgment of Ihe precuucner.

1U.67 Setiling similar clatme DC clients.
10.GlI•. Avoidins influence by Dibert. than the

cuent.
~0.69-10.75 IRuervedJ
10.78 Canon 6.
10.77 Failing to act comp.teolly.
10.78 IJmilingliabilily 10 client.
10.7~10.82 IRp.serv~dJ

10.83 Canon 7.
10.84 Rep~eSenlill8 e clienti:ealously:
10.B5· Representing a client within the

bccnde.cf the law.
10,86 [Reservedl
10.87 Commwlicatinl with one of adverac

inh:IUl
10.BtI Threah:I:ing amlinal prosccutlon.
10.89 Conduct in proceedingL
10.90-10.91 (Reserved)
10.92 Contact with witneasc,.
10.93 Contact with officiala.
10.&1-10.99 (Relerved)
10.100 Ceeon 8.
10.101 Action 81' a public offil..ial.
10.102 Stetemente concerning officials.
10.103 Pructitloner candidate Cor Judicial

office.
10.104-10-109 (ReservedJ
10.110 Canon 9.
10.111 . Avoiding even Ihe appearance of

impropriety. ,
10~l1Z Preserving identity of fund. and

properly of client.
10.113-10;129 [Reserved]

lnveltigation. nd Dlsdplinary Proceedings
10.130 Reprimand, suspension or exclulion.
10.131 Investlgationl.
10.132 .-Initiating a disciplinary proceeding:

reference to an administrative law Judge.
10.133 Conference between Director and

practitioner; resignation.
10.134 Complaint.
10.135 Service of complaint.
10.130 Answer 10 complaint.
10.137 Supplemental complaint.
10.138 Contested caee.
10,139 Administrative lawjodse:

8'ppoinlment; responsibilities; review of
Interlocutery ,orders:.steys:

10.140 Representative for Direclor or
eeapcedeut.

10.141 Filing of paper•.
10.142 SerVice of papers:
10.143 Motions.
10.144" Hearings.
10.145' Proof; variance: emendment cl

pleaclinli!9.
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Sec.
lD.146-10.14B [Reserved).
10-149 Burden of proof.
10.150 Evidencf'.
10.151 Depositions.
10.152 Discovery.
10.153 Proposed findingl lind (;unclusionl;

po..t-heertng memorandum.
JO.J54L,ili;11 decision of admin i !llr/f, tivl1 lHw

[udge.
10.155 .Appeal to the Commis.ior.~r:

10.156 Decision of the Cmnmissio.ler.
10.157 Review of Commilllic!np.r·s firi/ll

declelcn.
10.158 Su!pl·ndt:d or excluded practitlcner.
10.159 Nonce ofsu8pen,ion or,ellcl'lsion.'
10.160 Petition for retnetetemenr.
10.161 Savings clause.
10.162-10.169 IRnerved)
10.170 Suspen,ioo of rule•.

Authority: 5 U.S.C. 500: 15 U.s.C, 112;i; 3!i
U.S.C. 8, 31. 3Z,41.

I 10.1 Definitions.

This part gcvema eolely the practice
of patent. trademark. and other law
before the Patent and Trademerk Dfflce.
Nothing in this part aball beconstrued
10 preempt the authority of each State to
regulate theprac:tice of law. except to
the extent necessary for the Patent and
Trademark Office to accomplish its
federal objectives. Unless otherwise
clear from the context. the following
definitions apply to this.perf

[a] "Affidavit" means affidavit.
declaration under 35 V.S.C: 25 [see
§ 1.68 and i 2.20 ofthis eubchHplcrl,of
slatutory declaration under 28 U:S.C.
"1746.

(b) "Applicatiori"·includes an
applicalion for a design, plantor.utllity
patent, an application to reissue any
patent. end an applicalion to reglsteta
trademark.

(c) "Attorney" or "lawyer" means an
individual who is a member in good
standing of the bar of any United Stales
court or the highest-court of any Slate. A
"non-lawyer" is a person who is not an
attomey or lawyer.

(dl "Canon" is defined in § 10.2O(a).,
(e) "Confidence" ie defined in

•• 10.57(8).
(O "pifferins interests" include every

interest that may adversely effect-elther
the judgment or the loyalty of 8

practitioner to a client, whether it be a
conflicting, inconsistent. diverse. or
other interest.
. Jg) "J)i~.ectqr'· means

- Enrollment and
(b) is defined in

IIO.20Ib).
{i) "Employee of a tribunal" includes

all employees ofcourts,lheOrtii;;e,lin"d
other adjudtcetory bodies,

(j) "Giving infonnation" within the
meaning of § 10.23(c)(2) includes maklna
(1) tI written slalf'men' 'Jr reprpsenlfltion
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Each member of the Committee on
Discipline shall be a member in gocd
itanding of the bar of a State. .

(h) The Committea on Di'cipline ,han
meet at the request orthe Director and
after reviewing evidence presented by
the Director shall, by majority vote,
determine whether there is probable
cause to bring chargea under' 10.132
againste: practitioner. When charges are
broughtagainat a practitioner. DO .

member ofthe·CommlUee on Dilcipline.
employee under the direction of the
Director. or associate solicitor or
assistant solicitor in the Office of the
Solicitorshall participate in rendering a
decision on the chargea.

(c) No discovery shall be authorized
of, and no member of the Conunitteeon
Discipline shall be required 10testify
about. deliberations of the Committee
on Discipline.

Individuals Entitled To Practice Before
the Petent and Tradeauirlt Office

110.5 R'G,.taro' .ttom.V••nd aa-nts In
patent caaq.

A register of attorneys and agenta Ie
kept-in the Office on which are entered
the nemee.of all individuals recogniIed
as entitled to represent applicants
before the Office in the preparation end
prosecution of applications lor patent
Registration in the Office under-the
prov.stcns of this part shall Qnlyentitle
the individuals registered to practice­
before the Office in patent cases:

'~'1D.6 .'Reglttratton of attorney. and
age:nb.

(a) Attorneys" Any citizen olthe
United States who Is an attorney and
who fulfills the requirements of Ibis part
maybe registered.ee e patent attorney
to practice before the Office. When
appropriate. any alien who is an ­
attorney. who lawfully resides In the
United States, and who fulfills the
requirements of this part may be
registered as a patent attorney to
practice before the Office. provided:
Regiettatlonis not inconsistent with the
"terms upon which the alien was
admitted to; and resides in. the United
States and further provided: The alien
may remain registered only (l) if the
alien continues to lawfully reside in the

, United States and registration does not
become inconsistent with the terma
upon which the alien continues to
lawfuHy reside In-theUnlted Slates or
(2}if the alien ceases to reside in the',
United States, the alien III, qualified to be
registered under paragraph (c) of this
section. See alsollO.9(b).

{b)Agents. Any citizen of the United
States who is not an attorney and who
fulfills the requirements of this part, may

110.3 Commttt.. on Enronment.
(a) The Commissioner may establish a

Commltteeon Enrollment composed of
one or more employees "ofthe Office.

(b) The Committee on Enrollment
shall, as neceeaary.tedvtee the Director

"in connection with the Dlrector'e duties
under 110.2{bJ(I).

11CU Commltt.. on Discipline.
" . (a) The Commissioner shall appoint a
Committee on Discipline. The .
Committee on Discipline shell consist of
at least three employees of the Office.
none ofwhom reporta directly or
indirectly to theDtrector or the Solicitor.

employee of the Office to eerve ea acting
Director of Enrollment and Dilciptine.
TheDirector andany act:ins Director
shall bean active member in good
.tanding of the bar of a State.

(hI Duli••. The Director ,hall:
(1) Receive end act upon application.

for registration, prepare andgrade the
axamlnation provided for In 110.7(h),
maintain the register provided for in
110.5, and perform nch other duties in
connection wllh enrollment and
recognition of attorney. and agent•••
may beeece••ary.

(2).Conduct inveltigatioDl fnto
possible violation. by practitlonera of
Di.ciplinary Rules. with the conaent of
the Committee on Discipline initiate
disciplinary proceedinga under
110.132(h), and perform auch other
duties in connection with investigations
and diaciplinary proceeding••• may be
necessary.

(c) Review 0/Director'. decision. Any
final decision of the Director refusing to
regiater an individual under 110.6,

'recognize an individual under 1110.9 or
IO.14{c), or reinstate a suspended or
"excluded petitioner under 110.160,may
be reviewed by petition to the
Commissioner upon payment of the fee
ael forth In 11.21(a)(5J. A petition filed
mote than 30 days after the date of the
decision of the Director may be
dismissed as untimely. Any petition
shall contain (1j a statement of the Iecta
Involved and the points to be reviewed
and (2), the' action requested. Briefs or

___ .memoranda. if any. in support qf the
petition shall accompany or be
embodied therein. The petition will be
decided en the basis of the record made
before the Director and no new evidence
will-be considered by the Commissioner
in deciding the petition. Copies 'of
documents already of record before the
Director shall not be submitted with the
petition. An oral hearing on the jeutton
will not be granted except when "
considered necessary by the
Commisaioner.
(OMB Control No. 0651-0012.)

""','"'1,10.2'" DIrectorofEnrollrMnt Md"
1)llIClpllne.

(a) Appointment. The Commissioner
shall appoint a Director of Enrollment
and Discipline. In the event ,of the
absence of the Director or a vacancy in
the Office of the Director. the

-Commissioner may deslgnate an

or(2) an oral Itatement or
representation. . _

(k) "Law finn"lncludel • profelSional
legal corporation or a partnenhJp.

(1) "Legal counsel" mean. practitioner.
(m)"Legal profeasion"include. the,

Individuals who are lawfully engaged In
. practice of patent. trademark, and other
law before the Office.

(o) "Legalaervice"meanl any lelaJ
service which may lawfully be
performed by a practitioner before the
Office.

(0) "LegaISystem"iricludel the Office
and courts and adjudicatory bodies
which review matters on which the

.Office baa acted.
(p) "Office" means Patent and

Trademark Office:
(q)"Person" includes a corporation.

an association, 8 trust, aparlnership.
and any other orgariization or legal
entity.

(r) "Practitioner" means {1] an
attorney or agent registered to practice
before the Office in patent cases or(2}
an individual authorized under 5 U.S.C.
"SOO[b) or otherwise as provided by this
Subchapter, to practice before the Office
in trademark cases or other non-patent
cases. A "suspended .or excluded
practitioner" is a practitioner who is
suspended or excluded under 110;156. A
"non-practitioner" is an individual who
is not a practitioner.

(s) A "proceeding before the Office"
includes an application. a
reexamination. a protest! 8 public use

"__.~__..proceeding, a patent interference, an
inter partes trademark proceeding; or

",any other proceeding which is pending
before the Office.

(t) "Professional legal corporation"
means a corporation authorized by law
to practice law for profit.

(u) "Registration" mean. registration
to practice before .the Office in patent
cases.

(v) "Respondent" is defmed in
110.134(a)[I).

(w) "Secret" is defined in 110.57{a].
(x) "Solicit" is defined in 110.33.
(y) "State" includes the District of

Columbia, Puerto Rico, and other federal
territories and possessions.

(z] "Tribunal" includes" courts. the "
Office, and other adjudicatory bodies.

(aa) "Uniled States" means the United
.Btetee of America, ita terrttorlee and
possessions.



be registered 8S 8 patent agent to
practice before the Office. When
appropriate. any alien who is nol an

"attorney, who lawfully resides in the
United Stales; and who fulfills the
requirements of this part may be
registered 8& a patent agent to practice
before the Office. provided:Registration
is not inconsistent with the terms upon
which the alien was admitted to, and
resides In, the United States, and further
provided: The alien may remain
registered only (t) if the alien continues
10 lawfully reside in the United States
and registration does nol become
Inconsistent with the le.rms upon which
the alien continues tolawfully reside In
the United States or 12l 1£ the alien

. ceeeee 10reside in the United States, the
alieni; qualified tc be registered under
paragraph'te) of tlds·secllon, See also
110.9[1».

Note.-AII tndividueleregtstered prior to
November 11, 1938, were registered a.
attorneys. whelhetAhey were altorneYi or
not, end.such regiltrations have not been
dl.ft8Od.

(e) Fo~j8n~rs. Any foreigner not a
reside'nlbf ttl:e United Stales who shall
fiJ~' p.r9~f~to tile'iiatisfaetion .of the
Direcror that he or she is registered' and
111 good ffanding before the patent office
of Ill.e country in which he-or she resides
and p'r8otice~and who is possessed Qf
the quaJiRrlaUons stated in 110.7. may
be registered 8~ a patent agent to
practice.before the Office for:the limited
purpose o'fpresenting and prosecuting
patenlflPP!ications of epplioantelocated
in such country. provided:The patent _
office ofsucbcquntry allows
aubstantlally'recfprccal privileges to
those admitted to practice bef.ore the
United States Patent and Trademark
Office. 'R8gis,tra,ti.on 8S 'iI"patent agent
under this paragraph Bhan continue only
during tlie,»,eriod thitt the condition.
specified ip:this.paragiaph obtain.

(d) Governmentemployees. Any
officer Of empl~~ee of the United States
who is disq'uijlifjedby statute (18 U.S.C.
203.205) from practicing aa an attorney
or agent in proceedings or other matters
before ,Government department. or
agencies, may noj-be.regietered to
practice before the Office. If any
registered attorney or agent becomes an
officer or employee of the' United States
who ~: di,lIqualiOed by statute from
practlclng-es'an attorney or agent-in­
'proceedings and other matters before
Government departments or agencies.
bis or bername shall'be endorsed a.
Inactive bn the register during the period
of any employment by the United States.
An officer or employee of the United
Slates whose official duties require the
preparation and prosecution of

applications for patent and who fulfills
the requirementsot this part may be
registered to practice before the Office
to the extent necessary to carry out hi.
or her official duties. A written.
statement describing the official duties
of the officer or employee and signed on
behalf of the agency employing the
officer or employee may be required by
the Director.

(e) FormerOffice employees. No
individual who has served in the Office
wiUbe registered after termination of
his or her services, nor if registered
before such service. be reinstated.
unless he or she signa a written
statement indicating that he or ehe haa
read 18 U.S.C. 207. NDindividual who
has served in the patent examining
corpa of the Office will be registered
lifter termination of his or her services.
nor if registered before such service, be
reinstated, unless he or she signs a
written undertaking (1) not to prosecute
or etd in any manner iil the prosecution
of any patent application pending in any
patent examining group during his or her
period of,service therein and (2) not to
prepare or prosecute or to assist in any
manner in the preparation or
prosecution of any patent application of
another (i) assigned to such group for
examination and (ii) filed within two
years after the date he or she left such
group. without written authorization of
the Director. Associated and related
classes in other patent examining groups
may be required to be included in the
undertaking or designated classes may
be.excluded from the undertaking.
When an application for registration or
reinatatement is made after resignation
from the Office, the applicant will not be
registered or reinstated if he or she has
prepared or prosecuted or assisted in
the preparation or prosecution of any
patent application as indicated in this
paragraph.
(OMB Control No. 0651..oot2.)

f 10.7 Requirement. lor reglatratlon.
(a) No individual will beregistered to

practice before the Office unless he or
she shall:

(1) Apply to the Commissioner in
writing en a form supplied by the
Director and furnish all requested
information and material and

(2) Establish to the satisfaction of tho
Director that he or she is:

(i) Of good moral character and
repute:

(il) Possessed of the legal, scientific.
and technical qualifications necessary
to enable him or her to render applicants
for patents valuable service; and

(iii) Is otherwise competent to advise
and assist applicants for patents in the
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presentation and prosecution of their
applications before the Office.

(b) Inorder that the Director may
determine whether an individual
seeking to have his or her name placed
upon the register has the qualifications
specified in paragraph (a) of this secion.
satisfactory proof of good moral
character and repute and of sufficient
basic training in scientific and technical
matters must be submitted to the
Director. Except as provided in this
paragraph. each applicant for
registration must take and pass an
examination which is held from time to
time. Each application for admission to
lake the examination for registration
must be accompanied by the fee set
forth in 11.21{a}(1)of this subchapter.
The taking of an examinstion may be
waived in the case of any Individual
who has actively served for at least four
years in the patent examining corps of
the Office. The examination will nol be
administered 8S a mere academic
exercise.

(e) Within two months from the date
an applicant is notified that he or she
failed an examination. the applicant
may request regrading of the
examination upon payment of the fee sci
forth In 11.21(a)[6). Any applicant
requesting regrading shall particularly
point out the errors which the applicant
believed occurred in the grading ol.his
or her examination.

(O~ControlNo. 0651..0012.)

f'10.. Oath and reglstr.Uon 'H.
Before an individual may have his or

her name entered on the register of
attorneys and agents. the individual
must. after his Drher application is
approved. subscribe and swear- to an
oath or make a declaration prescribed
by the Commissioner and pay the
registration fee set forth in § 1.21{a}{2} of
this subchapter.

(OMB ControlNo. 06S1-OO12.)

f 10.' Umlted recognition In patent cases.

" . (a) Any individual not registered
under 110.6 may. upon a showing of
circumstances which render it necessary
pr justifiable. be given limited
recognition by the to
as attorney or agent a
application or but
limited
shall not
application or applications specified:

(b) When registration of a resident
alien under paragraphs (8) or (b) of
I 10,6 is not appropriate; the resident
alien may be given limited recognition
as may be appropriate under paragraph
(a) of this eecnon.



110.1t lR_]

Patent and Trademark Office Code or
ProCessional Responsibility

i 10.20 Canona and DIsciplinary Rulea.

(a] Canons are set out in § § 10.21,
10.30.10.46,10.56,10.61,10.76. 10.83,
10.100, and 10.110,Canons are
statements of axiomatic norms.
expressing in general term. the
standards ofprofessional conduct
expected of practitioners in their
relationships with the public, with the
legal system, and 'With the legal
profession,

(b) Disciplinary Rules are eet eut In
§§ 10.22-10.24, 10.31-10.40, 10.4-7-10.57,
10.62-10.68,10.77,10.78.10.&1. 10.85,
10.87-10.89.10.92,10.93,10.101.,..10.103,
10.111. and 10.112. Disciplinary Rules are
mandatory in character and state the
minimum level of conduct below which
no practitioner can fall without being
subjected to disciplinary action.

§ ,10.21C11non 1.

A practitioner should assist in
maintaining the integrity and
competence of the legal profession.

§10.22 MaJntalnlng Integrityand
competence ollhe legal prof.ulon.

(a) A practitioner is subject to
discipline if the practitioner has made a
materially false statement in, or if the
practitioner bas deliberately failed to
disclose a material fact requested in
connection with, the practitioner'

-eppliceticn for registration or,
membership in the bar of any United
States court or any Slate court nr hia or
her authority to otherwise practice
before the: Office in trademark and other
.non-patent cases.

(b) A practitioner shall nol further, the
application for registration or
membership in the bar of any United
Stales court, State court, or
adminiatrattve agency of another person
known by the practitioner to be
unqualified in respect to character.
education, or other relevant eurlbute.

§ 10.23 MIsconduct.
[a] A practitioner shall not engage in

disreputable or gross misconduct.
(b) A practitioner shall not:
(1) Violate a Disciplinary Rule.
(2) Circumvent a Disciplinary Rule

through actions of another.
''''''"''~''''(3)-Engage -in Illegal-conduct -lnvol vi ~g , ,

moral-turpitude.
(4) Engage in conduct involving

dishonesty, fraud. deceit, or
misrepresentation.

(5) Engage in conduct that is
prejudicial 10 the 'administration of
justice.

f 10.1' Signatur. and certfflcata of
practitioner.

{alEvery paper filed by a practitioner
representingnn applicant or party to a
proceeding in the Office must bear the
signature of, and be personally signed
by, such practitioner except those
papers which are required to be signed
by the applicant or party. The signature
of practitioner to a paper filed by him or
her. constitutes a certificate that:

(1) The paper haa been read by the
practitioner,

(2}The paper's filing is authorized;
(3) To.the best of.hieor her

knowledge. information, end-belief
there is good ground 10 support the
paper,'inCluding' any allegattcns-of-:

.Improper conduct contained or alleged
therein: and

(4) It ill not interposed for delay.
(b) Any practitioner knowingly

Violating the provtelonsol this section is
subject to disciplinary action. See
110.23(c){15).

trademark cases, provided: The patent
or trademark office of such country
allows subsfantiallyreciprocal
privileges to those permitted to practice
in trademark cases before the United
States Patent endTrademark Office,
Recognition under this paragraph shan
continue only during the period that the
conditions specified In thie paragraph
obtain.

(d) Recognition of any individual
under this section shall not be construed
as sanctioning or authorizing the
performance of any act regarded in the
jurisdiction w here, performed Bathe
unauthorized practice of law,

[e] No individual other than those
specified in paragraphs (a], (b), and (cl
of this section will be permitted to
practice before the Office in trademark
cases. Any individual may appear in a

-'trademark or other non-patent case in
his or her own behalf. Any individual
may appear in a trademark case for{l) a
firm of which he or she is a member or
(2) a corporation or association of which
he or she is an officer and 'which he or
she is authorized to represent, if such
firm. corporation, or association is a
party to a trademark proceeding pending
before the Office.

"0.15 RefUNItorecognlzea
praeUUon.r_

Any practitioner authorized to appear
before the Office may be suspended or
excluded in accordance with the
provisions of this part. Any practitioner
who is suspended or excluded under
thls eubpart or removed under' § 10.11[b)
shall not be entitled to practice before
the Office,

I§ 10.16-10.17 [R...rved]

1,10.10 Individuals nol reglslered or
recognized 10practice Inpatent easea.

Only practitioners who are registered
under 110.6 or individuals given limited
recognition under 110.9 will be
permitted to prosecute patent
applications of others before the Office.

110.11 Removing names from the
register.

(a) Registered attorneys and agents
shall notify the Director of any change
of eddress. Any notification to the
Director of any change of address shall
be separate from any notice of change of
address filed in Indlvtdual applicaticne.

(b) A letter may be addressed to any
individual on the register, at the address
oC which separate notice was last
received by the Director. for the purpose
of ascertaining whether such Individual
desires 10 remain 'on the register. The
name of any individual failing to reply
and give any information requested by
the Director within a time limit specified
will be removed from the register and
the names of individuals so removed .
will be published in the Official Gazette.
The name of any individual so removed
may be reinstated on the register as may
be appropriate and upon payment of the
Iee set forth in 11.21{a)(3) of this
subchapter.

10MB ConlrolNo.0651-OO12.J

it 10.12-10.13 iReservecij

§ 10.14 Individualswho may practice
before the Offlce In trademark and other

-rncn-patent eesee.
(a] Attorneys. Any individual who is

an attorney may represent others before
the Office in trademark and other non­
patent cases. An attorney Is not required
to apply for registration or recognition to
practice before the Office in trademark
and other non-patent cases.

(b) Non-lawyers. Individuals who are
not attorneys are not recognized to
practice before the Offic!'!: in trademark
and other non-patent cases, except that
individuals not attomeys who were
recognized to practice before the Office
in trademark cases under this chapter
prior to J... nuary 1, 1957, will be
recognized as agents to continue
practice before the Office in trademark
cases.

(c]Foreigners. Any foreign attorney or
egent.nct a resident of the United States
who shall prove to the eatlsfactton of the
Directorthat he or she is registered orin
good standing before the patent or
trademark office of the country in which
he or she resides and practices, may be
recognized for the limited purpose of
representing parties located In such
country before the Office in the
presentation and prosecution of
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110.2. Disclo.ure of Inlormatlonto
, authorltl.s.

(a} A practitioner possessing
unprivileged knowledge of a violation of
a Disciplinary Rule shall report sud.
knowledge to the Director.

(8) Engage in any other conduct that 8 significant effect on a matter pending Independent conlraclor thereof who t,
adversely reflects on the practitioner', before the Office, (ii] Ii received by the not a registered practitioner and who
fitness to practice before the Office. practitioner on behalf of 8 client or advertises Invention development

(e) Conduct which constitutea a former client and (iii) Is correspondence' services In media of general circulation
violation of paragraphs (a] and (h) of of which a reasonable practitioner or who enters Into contracts for
this section includes, but Is not limited would believe under the circumstances invention development services with
to: the client or fermer client ehouldbe customers 81 a result of such

(1] Conviction of a criminal offenae notified. advertisement. "Invention development
involving moral turpitude, dlehoneaty, or (9) Knowingly mi.uslng a certificate of services" means acts of invention
breach of trust." mailing under I 1.8 of this subchapter or development .requiredor promised to be

(2) Knowingly giving £alse o~ 8 certificate of "Express MaU" under performed. or actually performed. or
misleading infonnation or knowingly 11.10 of this subchapter. both. by an invention developer for I
participating In a material way In Siving (10) Violating the duty of candor or customer. "Invention development"
'Calseor misleading Information, to: "good faith requirements of 11.56(a) qf means the evaluation. perfection,

(i) A client in connection with any this.ubchapter.. marketing. brokering, or promotion of an
immediate, prospective. or pending (11)Knowingly filing. or causing to be invention on behalf of a customer by an
buainese before the Office. filed, an application which ia subject to

(ii) The Office or any employee of the being stricken under II.56(e) of thi. invention developer, including a patent
Office. eubchepter. . search. preparation of a patent

(3) Misappropriation of. or failure to (12) Knowingly filing. or causing to be application, or any other act done by an
properly or timely remit, funds received filed. a frivolous complaint alleging a invention developer for consideration
by ii practitioner 01' the practitioner's VIolation by e practitioner of the Patent toward the end of procuring or
firm from a client to pay 8 fee which the and Trademark Office Code of attempting to procure a license. buyer,
client i. required by law to pay to the Professional Respon.ibility.or patent for an invention. "Customer"
Office. (13) Knowingly preparing or means any individual who has made an

(4) Directly or indirectly improperly prosecuting a patent application in invention and who enters into a contract
tnfluencing, attempting to improperly violation of an undertaking signed under for invention development services with
Influence. offering or agreeing to 110.6[e]. an invention developer with respect to
improperly influence, or attempting to (14)Knowingly failing to advise the the invention by which the inventor
offer or agree to improperly influence an Director in writing of any change which becomes obligated to pay the invention
official action of any employee of the would preclude continued registration developer less than $5.000[not to
Office by: under 110.6. . include any addHionalsums which the

(i) Use of threats. false accusations. (15) Knowingly l!Iigning II paper filed in invention developer is to receive al a
duress, or coercion, the Office in violation of the provisions result of successful development of the

(i1)An offer of any special inducement of I 10.1Sor making 8 scandalous or invention). "Contract for invention
orpromise.of advantage. or .Indecent statement in 8 paper filed In development services" means a contract

(iii) Improperly bestowing of any gift. the Office. for invention development services with
favor, or thing of value. (16) Willfully refueing 10reveal or an invention developer with respect to

(5) Suspension or disbarment from report-knowledge or evidence to the an invention mede by a customer by
practice as an attorney or agent on Director contrary to 110.24 or paragraph which the inventor becomes obligated to
ethical grounds by any duly constituted (blof 1101.31. pay the invention developer less than
authority of a Slate or the United States (17)Representing before the Office in $5.000 (not to include any additional
or, in the case of a practitioner who a patent case either a joint venture.ums which the invention developer is
resides In a foreign country or is comprising an inventor and an invention to receive as a result of successful
registered under 110.6(c). by any duly developer or an inventor referred to the development of the invention).
constituted authority of: registered practitioner by an invention

(i) A Slate. developer when (i] the registered (18) In the absence of informatiqn
(ii) The United Stetea, or practitioner knows. or has been advised sufficient to establish a reasonable

. (iii) The country in which the by the Office, that a formal complaint belief that fraud or inequitable conduct
practitioner resides. filed by a federal or state agency, based has occurred. alleging before a tribunal

(6) Knowingly aiding or abetting a on any violation of any law relating to that anyone has commillee a fraud on
practitioner suspended or excluded from securities, unfair methods of the Office or engaged in inequitable
practice before the Office in engaging in competition, unfair or deceptive acts or conduct in a proceeding before the
unauthorized practice before the Office practices. mail fraud. or other civil or Office.
under I 10.158. criminal conduct. Is pending before a (d) A practitioner who acts with

'(7) Knowingly withholding from the federal or state court or federal or state reckless indifference to whether a
Office information identifying a patent agency, or has been resolved representation is true or false is
or patent application of another from unfavorably by such court or agency, chargeable with knowledge of its Ialslty.
which one or more claims have been against the invention developer in Deceitful statements of hall- truths or
copied. See 111.804(b) and 1.607(c) of connection with invention development concealment of material facts shall be

.,.thia subchapter. N HM-servicesaod (H).the.registered,. .,~.,,,,",deemedactual fraud within meaning.> Ie,""""""""
(8) Failing to Inform a client orformer practitioner Faile to fully advise the of this part.

client or failing to timely notify the inventor of the existence of the pending
Office of an inability to notify to a client complaint or unfavorable resolution
or fanner client of correspondence thereof prior to undertaking or
received from the Office or the client'. continuing representation of the joint
or fonner client's opponent in an inter venture oe pwemcr. "Invention
partes proceeding before the Office develcper" means any person. and an)'
when the correspondence (i) could have agent. employee, officer. partner. or
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'determining the reasonableness of a fee
include the following:

(l)l'he time and labor required. the
novelty and difficulty of the questions
involved, and the skill requisite 10
perform the legal service properly.

(2)The likelihood, if apparent 10 the
client, that the acceptance of the
particular employment will preclude
other employment by the practitioner.

(3)The fee customarily charged Ior
. similar legal services.

(4)The amount involved and the
results obtained.

(5)The time lirnitatfona imposed by
the client or by the circumstances.

(6)The nature and length of the
professional relationship with the client.

[7)The experience, reputation, arid
ability of the practitioner or
practitioners performing the services.

(8) Whether the fee Is fixed or
contingent.

• 10,37 .Dlvl,lonof 'H,.mong
practitioner&.

(a) A practitioner shell not divide a
fee for legal services with another
practitioner who Is not' a partner in or
associate of the practitioner's law finn
or law office. unless:

(1) The client consents to employment
.of the other practitioner after a fuJi
disclosure that a divisionoffees willbe
made.

(2]The division is made in proportion
to the services performed and
responsibility assumed by each.

(3)The total fee of thepractttloners"
does not clearly exceed reasonable

.compensation for all legal services
rendered 10 the client.

(b) This section does not prohibit
payment to a former partner or
associate pursuant to a separation or
retirement agreement.

§.10.38 "Agreement.r.'trletlng th.
practice or. practitioner.

(a) A practitioner shall not bea party
to or participate in a partnership or
employment agreement with another
practitioner that restricts (he right cf e
practitioner to practice before the Office
after the termination of a relationship
createdby the agreement, except as a
condtncn tc payment of retirement
benefits.

(b) In connection with the settlement
of a controversy or suit, a practitioner
ehallnoj enter into an agreernent that
restricts the practitioner'. right to
practice before the Office.

§ 10.39 Acceptance 0' employment.
~·A practitioner shall not accept
employment on behelf of e perscn if the
practitioner knows or it is obvious that
such person wishes to:

t 10.32 -Advertising.
(a] Subject to § 10.31,a practitioner

may advertise services through public
media. including's telephone directory
legal directory, newspaper, or other
periodical, radio, or television. or
through written communications not
involving solicitation as defined by
110.33.
. (b) A practitioner shall not give
anything of value to a person for
recommending the practitioner's
services, except that a practitioner may 110.36 Fee,for legal.ervlees.
pay the reasonable' cO"st ,elf adv"ertisi"og or (a)Apractitioner shall not enter Into
Wrllten'commuriication 'pe'rrriitt'ed"b'y this lin. agreement Cor, charge, or collect an
section and may pay the usual charges '; .Illegal.or clearly-exceeslve fee.

·(;f a not-for-profit lawyer referral service (b) A fee is clearly excessive when.
, or other legal service organization; after a review of the facts, a practitioner

(c) Any communication made of ordinary prudence would be left with
pursuant to this section shall include the a definite and firm conviction-that the
name of at least one practitioner fee Is in excess of a reasonable fee.
responsible for its content. Factors lobe considered as guides in

. (h) A practitioner possessing 110.33 Direct conlact with prospoet!ve
unprivileged knowledge or evidence client&.
concerning another practitioner. A practitioner may not solicit
employee of the Office, or 8 judge shall professional employment from a
reveal fully such knowledge or evidence prospective client with whom the
upon proper request of a tribunal or practitioner has 0'0 family or prior
other authority empowered to professional relationship, ·by mail. ln-
investigate or act upon the conduct of person or otherwise, when 8 significant
practitioners, employees of the Office. or motive for the practitioner's doing 80 is
judges. the practitioner's pecuniar:y gain under
(OMBControl No.0651....QU17.) circumstances evidencing undue

influence, intimidation. or overreaching.
§§ 10.25-10.29 [Re••rvedJ The term "solicit" includes contact in
'10.30 Canon 2. person, by telephone or telegraph. by

A practitioner should aaalet the legal letter or other writing, or by other
I' I I communication directed to 8 specific

pro essron in u filling Its duty to make recipient, but does not include letters
legul counsel available.

addressed or advertising circul~rs

'10.31 Communication. eoneemlng_ distributed-generally to persons not
practitioner" ,ervlce.. specifically known to need legal

(a) No practitioner shall with respect services of the kind provided by the
to any prospective business before the practitioner in a particular metter. but
Office. by word, circular. letter. or who are so situated that they might in
advertising, with intent to defraud In general find such eervlces useful.
ony manner, deceive, mislead, or
threaten any prospective applicant or '10.34 CommunlcaUon of neteRof
other person having immediate or pr.etlee.
prospective business before the Office. A registered practitioner may state or

(lJ)A practitioner may not use the imply that the practiticner ie a specialist
name of a Member of either House of as follows:
Congress or of an individual in the (a) A registered practitioner who is an
service of the United States in attorney may use the designation
advertising the practitioner'. practice "Patents." "Patent Attorney." "Palent
hefore the Office. Lawyer," "Registered Patent Attorney,"

(c) Unless authorized under § 10.t4(b), or a substantially similar designation.
e non-lawyer practitioner shall not hold (b) A registered practitioner who is
himself or herself out as authorized to not an attorney may use the designation
practice before the Office in trademark , "Patents." "Patent Agent." "Registered

~··-.,.,.,cQses.··"~_·"- ' .. '" .._.."m:~"""::-PiltentAgent." or 8 substantiallysimiJar ,.
(d) Unless a pracLitioner is an designation, except that any practitioner

attorney, the practitioner shall not hold who was registered prior to November
himself or herself out: 15,1938, may refer to himself or herself

(1) To be an attorneyor lawyer or "8S a "patent attorney."
(2) As authorized to practice before

the Office in non-patent and trademark 1 10.35 Arm name••ndl~"erhe.d..
cases. (a) A practitioner shall not use a firm

name, letterhead, or other professional
designation that violates § 10.31.A trade
name may be used by a practitioner in
private practice if it does not imply a
current connection with a government
'agency or with a public or charitable
legal services organization and is nut
otherwise in violation of § 10.31.

[h) Practitioners may slate 0; imply
that they practice in a partnership or
other organization only when that is the
fact.
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(1:1) An qreement by a practitioner
with the practitioner'. firm. partner, or
aesoelate may provide for the payment
ofmone,., over B reasonable period of

. time after the practitioner's death, '0 the
practitioner'. estate or to one or more
specified persona.

fbI A praclitioner who undertekeste
complete unfinished legal business of 8

decreased practitioner may pay to the
estate of the deceased practitioner Ihal
proportion of the total compensation
which fairly represents the services
rendered by the deceased practitioner.

Icl A practitioner or firm of
practitioners may 'include rum­
practitioner employees in a
compensation or retirement plan. even
though the pian is based in whole or in
part on a profit-sharing arrangement,
providing such plan does not circumvent
another DisciplinafY.Rule.

110.41 fording a ,.rlnershlp With. non­
pracUtioner.

A practitioner shall notronn B

partnership with 8 non-practitioner if
any of the activities of the partnership
consist of the practice of patent,
trademark. or other law before the
Office.

1110.50-10.55 1_.....1]

f 10.56 canon 4-

A practitioner should-preserve the
confidences and secrets of a client.

"_10.41-10;45 {Re••rved]

110." Con.. 3.
A practitioner shoDld eselst in

preventing theunauthorized practice of
law.

(illnsistl upon pre.enUag,.a claim VI'

defense that is not warranted under.
existing laiv and cannot be IUpporled by
good faith argumeat for an extension,
modification, or reversal of exiatiJlllaw:

(ii) Personally seeks to pursue an
illegal course of conduct:

(iii) Insiall that the practitioner pursue
acoarse of conduct that is illegal or thai
is prohibited under a Disciplinary Rule:

(iv) By other conduct renders It
unreasonably dlfflcult for the
practitioner 10 carry outlhe employment
effectively;

(v) Insists. in e matter aotpending
before a tribunal. th.t the practitioner
engage in cooduct that is contrary to the
Judgment and advice of the practitioner
but not prohibited under the
Disciplinary Rule; or

(vi! Hall failed to pay one or more bills
rendered by the practitioner for an
unreasonable period of time t!Il' ha,
failed to honor 80 agreement to pay.
retainer in advance of the performance
of legal services.

(2J The practitioner's continued
employment is likely to result in I
violation of a Disciplinary Rule;

(3) The practitioner's inability 10work
with co-counsel indicates that the best
Intereata of the client likely will-be
served by wilhdrawal;

(4) The practltioner'a mental or
physical condition renders It difficult for
the practitioner 10carry out the
employment effectively:

(5) The practitioner's client knowingly
and freely assents to termination of the
employment: or

(6) The practitioner believes in good
faith. in a proceeding pending before the
Office. that the Office will find the
existence of other good cause for
withdrawal.

I 10.57 Prnervatlon o' confidences and
aecrets 01• c:l1~L

tal "Confidence" refers to infcrmatlon
protected by the ettomey-client or
agent-client privilege under applicable
law. "Secret" refers 10other infonnation
gained in the professional relationship
thai the client has requested be held
inviolate or the disclosure of which
would be embarrassing or would be
:likely to bedetrimental to the client.

(b) Except when permitted under
paragraph (e) of this section. a
practitioner shall not knowingly:

'10.47 Aldin; unauthorized pracUCtof (1) Reveal a confidence or secret of.a
law. client.

(a) A practitioner ahall not aida non- (2) Use a confidence or secret of a
practitioner in the unauthorized practice client to the disadvantage of the client.
of law before the Office. {3]Uae 8 confidence or eecret of a

(b) A practitioner shall not aid a client for the advantage of the
suspended or excluded practitioner in practitioner or of 8 third person. unless

~, the practice of law before the Office. ·";~'_';""'tlie'''cUe~nJcbn.9'en18'-a£terfulldi~c1osore-;~''--

(c) A practitioner sb~ll not aid.8 non- tel Apractilioner may reveal:
~awyer m the unauthonzed practice of (1] Confidences or secrets with the
aw, consent of the client affected but only

§ 10." Sharlngl.gal t.... after a full disclosure \0 the client.
A practitioner ora firm of (2) Confidences or secrets when

practitioners shall Doteare legal feee permitted 'nAderDisciplinary-1lt:llesor
with a ncn-pracutlcner except that: required by law or court order.

(a) Bring a legal action, commence a
proceeding before tlle Office, conduct a
defense, assert a position in any
proceeding pending before the Offtce. or
ctherwlse.have siepi taken for the
person, merely for .fhe purpose of
harassing or maliciously injuring any
other person.

(b) Presenl a claim or defense ia
litigation or any proceeding before the
Office that is not warranted under
existing law, unless It can be supported
by good faith argument ,for, an extension.
modification, ~r reversal of existing law.

f 1D.40 Withdrawalfrom .mploymMlt.
(a) A practitioner shall not withdraw

from employment in a proceeding before
the Office without permission from the
Office (see §! 1.36 andZc19 of this
subchapter). In any event, a practitioner
ehall not withdraw from employment
until the practitioner has taken
reasonable steps 10 avoid foreseeable
prejudice to the rights of the client,
Including giving due notice to hilor her
client.wllcwing time-fer employment of
another practitioner, delivering to the
client an papers and property to which
the client II entitled, and complylni' with
applicable laws and rules. A
practitioner who withdraws from
employment shall refund promptly any
part of a fee paid in advance thet baa
not been earned.

(b) MoniJotory withdrawaL"A
practitioner representing 8 dient before
the Office shell withdraw from
employment if:

(t) The 'practitioner knowa or ilia
obvious that the client i. bringing a legal
action. commencing a proceeding before
IheOfflce, ccnducunga defense, Dr
asserting 8 position in litigation or any
'proceeding pendieg before the Office, or
is otherwise having etepa taken for the
client" merely for the purpose of
harassing or maliciously injuring any
person;

(2) The praclitoner knows or U i.
obvious that the practitoner's continued
employment will result in violation of a
Disciplinary Rule;

(3) The practitioner's mental or
phyaicel condition renders it
unreasonably difficult for the
practitioner to carry out the employment
effectively; or

(4) The practitioner is discharged by
. ~ -the elient.;

(c) PetTnissive- wiihdrawal. ·If
paragraph (b) of this section is not
applicable. a practitioner may not
requeet permiesicn to withdraw in
mettgre pending before the.Office.unless
such request or such withdrawal is
because:

(1) The petitioner'. client:
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(3) The intention of 8 client to commit
a crime and the inforrrrationnecessary
to prevent the crime.

(4) Confidences or secrets necessary
to establish or collect the practitioner's
fee or 10 defend the practitioner or the

«prectlticner'e employees or associates
against an accusation of wrongful
conduct.

(d) A practilionershal1 exercise
reasonable care to prevent the
practitioner's employees, associates.
and others whose services are utilized
by the practitioner from disclosing or
using confidences or secrets of a client.
except thai a practitioner may reveal the
information allowed by paragraph (c) of
this section through an employee.

§§ 10.58-10.60 (Re.erved]

110.61 Canon 5.
A practitioner should exercise

.. independent professional judgment on
behalf of a client.

110.82 RefusIng employmenl when the
Interest ct the practitIoner may Impair the
practitioner's Independent prof.ssional
Judgment

(a) Except with the consent of a client
after full disclosure, a practitioner shall
not accept employment if the exercise of
the practitioner's professional judgment
on behalf of the client will be or
reasonably may be affected by the
practitioner's own financial, business,
property, or personal interests.

(b) Apractitioner shall not accept
__~.,_employmentin, a .prcceeding before the

Office if the practitioner knows or it is
obvious that the practitioner or another
practitioner in the practitioner's firm
ought to sign an affidavit to be filed in
the Office or be called as a witness;
'except that the practitioner may
undertake the employment and the
practitioner or another practitioner in
the practitioner's firm may tl:!'~tify:

(1) If the testimony will relate solely
10 en unconlested matter.

{2J If the testimony will relate solely
to a matter of formality and there isno
reason to believe that eubstantlal
evidence will be offered in opposition to
the testimony.
" (3) lfthe testimony will relate solely

to the nature and value of legal services
rendered in the case by the practitioner
or the practitioner's firm to the client.

{4)Asto any matter, if refusal would
~l?r~ ,a}.u,~s,antialhard8,hipo~~h:e

'''''''--''''clieitt because of the diatfrictive v"filiieo'c
the practitioner or the practttioner'aftrm
as counsel in the particular case.

§ 10.63 Wlthdrawa.!wh.n the practltlon.r
~90meaa witness.

(allf, after undertaking employment
in a proceeding in the Office, a

practitioner Ieeme or it is obvious that
the practitioner or another practitioner
in the practitioner's firm ought to sign an
affidavit to-be filed in the Office or be
called as a witness on behalf of a
practitioner's client, the practitioner
shall withdraw from the conduct of the
proceeding and the practitioner's firm. if
any. shall not continue representation In
the proceeding, except that the
practitioner may continue the
representation and the practitioner or
an?ther practitioner in the practitioner's
fifll) may testify in the circumstances

; enumerated in paragraphs (1) through (4)
of 110.62(b).

(b) If, after undertaking employment
tn a proceeding before the Office, a
practitioner learns or it is obvious that
the practitioner or another practitioner
in the practitioner's firm may be asked
to sign an affidavit to be filed in the
Office or be called as a witness other
than on behalf of the practitioner's
client. the practitioner may continue the
representation until it is apparent that
the practitioner's affidavit-or testimony
is or may be prejudicial to the
practitioner's client.

§10.64 Avoiding acquisition of Int.rest In
litigatIon or proceeding before the Offlc •.

(a) A'practttioner shall not acquire 8

proprtetery interest in the subject metter
of a proceeding before the Office which
the practitioner is conducting for a
I:tt~,I).J,~l;!~.9~P.~, .~tta..t,~~,~.P.J:Il.c~.i HQ,r:t,~~. ~,a..Y:
'(1] Acquire a lien granted by law to

secure the practitioner's fee or expenses;
or

(2) Contract with a client for a
reasonable contingent fee; or

(3) In a patent case, take an interest in
the patent as part or all of his or her fee.

'(b) While representing a client in
connection with a contemplated or
pending proceeding' before the Office, a
practitioner shallnot advance or
guarantee financial assistance to a
client" except that a practitioner may
advance or guarantee the expenses of
going forward Ina proceeding before the
Office including fees required by law to
be paid to the Office. expenses of
investigation, expenses of medical
examination, and costs of obtaining and
presenting evidence. provided the client

,}:~.n:!~c~!:l,~,Jllti.m1l,t~,IYJi/3;RJe:(qO.u,cb;, .u', .. "
expenses. A practitioner may, however,
advance any fee required to prevent or
remedy an abandonment of a client's
application by reason of-an act or
Clrnission attributable to the practitioner

'and not to the client, whether or not the
client is ultimately liable for such fee.
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§ 10.65 Umltlng business relations with.
cllenL

A practitioner shall not enter into 8

business transaction with a dient if they
have differing interests therein and If the
client expects the practitioner to
exercise profesalonal judgment therein
for the protection of the client, unless
the client has consented after full
disclosure,

§ 10.68 Refusing to accept or continue
employment if the Interests of another
client may Impair the Independent
prOfessional Judgment or the practitioner.

(a) A practitioner shall decline
proffered employment if the exercise of
the practitioner's independent
professional judgment in behalf of a
client will be or is likely to be adversely
affected by the acceptance of the
proffered employment, or if it would be
likely to involve the practitioner in
represenlingdiffering interests, except
10the extent permitted under paragraph
(c) of ibis section,

(b) A'practltioner shall not continue
multiple employment if the exercise of
the practitioner', independent
professional judgment in behalf of a
client will be or is likely to be adversely
effected by the practitoner'a
representation of another client, or if it
would be likely to involve the
practitioner in representing
interests, except to thete~x::t~e,n~:t(:ii~:.rll,ed
under paragraph (c) of

{clIn the situations
"<paragraphs (a) and (b) of this .ectiOln······· m

• +"
practitioner may represent
clients if it is obvious that the
practitioner can adequately represent
thefntereet cf each and if each consents
to the representation after full disclosure
of the possible effect of such
representation on the exercise of the
practitioner's independent professional
judgment on behalf of each.

(d) If a practitioner is required to
decline employment or to withdraw
from employment under a Disciplinary
Rule, no partner, or associate, or any
other practitioner affiliated with the
practitioner or the practitioner's firm,
may accept or continue such
employment unless otherwise ordered
by the Director or Commissioner.

§ 10.67, Settling similar cillms of client••

A practitioner who represents two ar
more clients shall nut make Dr
participate in the making of an
aggregate settlement of the claims of or
against the practitioner's clients,unless
each client has consented to the
settlement after being advised of-the

, existence and nature of all the claims
involved in the proposed eettlemento!



tbe total amount ofthe settlement, and
of the participation of each person in the
settlement, .

110.0 AvoldJnllllnnuence ~y othe,. thin
the cUeDt.

(a) Except with the consent of the
practitioner', client after fun disclosure.
a practilioner shall not:

(t) Accept compensation from one
other than the practitioner', client for
the prectitioner'e legal services to or for
the client

(2) Accept from one other than the
practitioner', client any thing of vaJue
related to the practitioner',
representation of or the prilctitioner',
employment by the client.

. (h) A practitioner shall not permit a
person who recommends. employ•• or
pays the practitloner.to render legal
services for another. to dlrect or regulate
the practitioner's proCeasional judgment
in rendering such legal eervlcee.

(e) A practitioner shall DOt practice
with or in the form of a professional
corporation or eescciatlon authorized to
practice Jaw for a profit. if anon­
practitioner has the right to direct or
control the 'profeaaionltl judgment of a
practitioner.

1110.&0-10.75 IR.-vodJ

"0.76 Canon ..
A practitioner should represent It

client competently.

f 10.n .,.Rlng 10 act competenUy.
A practitioner shall not:
ta} Handle 8 legal matter which the

practitioner knows or should know that
the practitioner i. not competent to
handle, without associating with the
practitioner another practitioner who is
competent to handle it.

(b) Handle a legal matter without
preparation adequate ill the'
circumstances.

(c) Neglect a legal matter entrusted to
the practitioner.

"0.71 limIting IIabHlly to cIlont.
A practitioner shall not attempt to

exonerate himself or herself from. or
limit his or her liability to. a client for
his or her personal malpractice.

§§ 10.71-10.12 IAe.rved)

"0.13 Canon 7.
A practitioner should represent a

-ehent-eeelously withinthe'beunde of the"
law. "

f 10." --R..--esenUng. cHent~.
(a) A practitioner\haUnot

intentioJUl.lly:
(1) Fail to aeelr. the Iawful.obiectivea

of a client through reasonably available
means permitted by law and the

Ditcipliniry Rulci. except 88"pnn1ded
by paragraph (b) of tbi •••clion. A
practitioner doee nol violate the
provisionl of this section. however. by
acceding to reasonable requests of
OPPl.Uing ccunae! which do not prejudice
the rights of the client by being punctual
in fulfilling all profesetonel
commitments. by avoiding o[Jenlive
tactics, or by tree tins with courtesy and
consideration all persons involved in the
legal precess.

(2} Fail to carry out a contract of
employment entered Into with a client
lor professional services. but a
practitioner may withdraw 8S permitted
under §I 10.40. 10.63. and 10.66.

13} Prejudice or damage a client durinS
the course of a professional relationship.
except as required under this part.

(b) In representation of a client. a
practitioner may:

(1) Where permiselble. exercise
professional judgment to waive or fail 10
assert a right or position of the clicnt.

{2) Refuse to aid or participate in
conduct fhet tbe practitioner believes to
be unlawful, even though there is some
support for an argument that the
conduct is legal.

§ 10.15 ftepreaentlng I client within the
bound. of thelilw.

(a) In representation of It client. 1I

practitioner shall not:
(1) Initiate or defend any proceeding

before the Office. assert a poeiticn.
conduct a defense. delay a trial or
proceeding before the Office. or take
other action on behalf of the
practitioner's client when the
practitioner knows cr when it ial obvious
that such action would serve merely to
herees or maliciously injure another.

(2} knowingly advance 8 claim or
defense that is unwarranted under
existing law. except that a practitioner
may advance such claim or defense if it
can be supported by good faith
argument for an extension. modification,
or reversal of existing law.

(3) Conceal or knowingly Iail to
disclose that which the practitioner is
required by law to reveal.

(oil Knowingly use perjured testimony
or false evidence.

(5) Knowingl)' make a false statement
of law or fact.

(6) Participate in the creation or
preservatton ol evidence..whenJbe"_""
praclilioner knows or it is obvious that
the evidence is false.

(7) Counselor assist a client in
conducL that the practitioner knows to
be illegal or fraudulent.

(8) Knowlngly engage in other Illegal
conduct or conduct contrary to a
Dlscipltnary Rllie.
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"{b} A practitioner who receives
inJQnnation clearly establishing Ihat:

(1) A client has, in the course of the
representation. perpetrated a fraud upon
a person or tribunal shall promptly call
upon thecUent to rectify the same. and
if the client refuses or is unable to do 80
the practitioner shall reveal the fraudto
the affected person or tribunal.

(2) A person other than a client has
perpetrated a fraud upon a tribunal Sh[111
promptly reveal the fraud to the
tribunat.

"0.1' I_I

110.87 Communicating wJthone of
IdverM tntereal-

During the course of repreaentatlon of
a client. a practitioner shall not:

(a) Communicate or cause another to
communicate on the subject of the
representation with a party the
practitioner knows 10 be represented by
another practitioner In thai matter
unless the practitioner has the prior
consent of the other practitioner
representing such other party or i.
authorized bv law 10 do so. It is nol
improper. however. for a practitioner 10
encourage a client to meet with an
opposing party for settlement
discussions.

[b} Give advice to a person who is not
represented by a practitioner other than
the advice to secure counsel. if the
interests of such person are or have a
reasonable possibility of being in
conflict with the interests of the
prectitlcner's client.

110.81 Threatening criminal proaecutlon.

A practitioner shall not present.
participate in presenting, or threeten.tu
present criminal charges solely. to obtain
an advantage in any prospective or
pending. proceeding before the Office.

f 10.leConduct In proceedlngs.
'(a) A practitioner shall not disregard

or advise 8 client to disregard any
provision of this Subchapter or a
decision of the Office made in the
course of a proceeding before the Officp..
but the practitioner may take
appropriate steps in good faith to test
the validity of such provision or
decision.

(h) In presenting a mailer to the
Office, a practitioner shall disclose;

UJ,Cpnlro.1ling k!B~1 ,s_ut,hQrHy,
lathe practitioner tobe directly
to the positten of the client and is
not disclosed by opposing counsel or an
employee of the Office.

(2' Unless privileged or irrelevant. the
identities of the client th'e practitioner
represents and of the persons who
employed the practitioner.



[c] In appearing in a profesaionaJ
capacity before a tribunal. a practitioner
• hall not:

(t) State or allude to Imy matterthal
the practitioner haa no reasonable basil
to believe is relevant to the case or that
will not be supported by admissible
evidence.

(2) Ask any question 'that the
practitioner bas no reasonable baai8to
believe ia relevant to the case and that
is intended to degrade a witness or
other person.

(:I} Aasert the practitioner's personal
knowledge of the facts in Issue. except
when testifying as a witness..

(4) Assert-the practitioner's personal
opinion as to the justness of II. cause, as
lo the credibility of a witness, as to the
culpubility of a civil litigant, or 85 to the
guilt or innocence of an accused; buUhe
practitioner may argue, on the
practitioner's analyels of the evidence.
for any position or conc.Jusion with
respect to the matters stated herein.

(5) Engage in undignified or
dlacourteoue conduct before the Office
(see 11.3 of the eubcbapterf.

(6) Intentionally or habitually t'iolate
imy provision of this subchapter or
established role of evidence.

It 10.90-10.91 lRnnvedl

1 10.~2 Contact with wlt"...es.
fa) A practlticner shall not suppress

any evidence thai the practitioner or the
practitioner's client has.a legal
obllgation 10 reveal or produce.

,....~ ..:.....,~,.,.,lbtA.p-ra cfitionershall.not ,0dviee ..or."
cause a person to be secreted cr to leave
the jurisdiction of a tribunal for the
purpose of making the person
unavailable 8S a .wltnesstherein.

(c) A practlticner sip'll! not pay. offer
10 pay, or acquiesce in the payment of
eompensauon to a witness contingent
upon the conI en I of the witness'
affidavit. testimony or the outcome of
the casco But a practitioner may
advance. guarantee. or acquiesce in the
payment DC:
. (1) Expenses reasonably incurredby a
witness in attending. testifying. or
making an affidavit.

(2) Reasonable cornpenaation to a
witness for the witness' loss of time In
attending testifying. or making an
affidavit.

(3) A reasonable fee for (he
professional eervtces of an expert
witness;

10.93 Contact wtlttofflciala.

(al A practitioner 'han not give or
lend anything of value to a-judge,
official or employee of a tribunal under
CirC,tI;IRstances which-might giYe the
«ppeesance thai the gift or loen i. made
tu.tnfluence offlciul action.

(bjln an adversary proceeding.
including any inter partes proceeding
before the Office. a practitioner shell not
communicate, or eauee another to
ccenmunicate, III to/the merit. of the
cause witb a judge,' official, or Office
employee before whom the proceeding
is pending. except:

(1) In the courae of official
proceedings in the cause.

(2) In writing if the practitioner
promptly delivers a copy of tho writing
10 opposing counsel or to the adverse
party if the adverse party is Dot
represented by a practitioner.

(3) Orally upon adequate notice to
opposing counsel or to the adverse party
if the adverae party is not represented
by a practitioner.

(4)A. otherwise authorized by law.

II 10.04-10." [R__I]

110.100 Canon L

. A practitioner should 8ssisl in
improving the legal ays'em.

f 10.101 AcUon ••• pubUc official.

(a') A practitioner who holds public
o[fiee shall not:

(1)Uae the practitioner', public
position to obtain, or attempt to obtain,
a: special advantage inlegialaUve
mettera for thepractitioner or for a
client under circumstances where the
practitioner knows or it Is obvious that
such action is not in the public interest.

_.) _.(2).uee the practiticner'a. public.
position to influence, or attempt 10
influence, a tribunal 10 act in fa vor of
thepractitianer or of a client.

(3) Accept any thing of value from any
person when the practitioner knows or it
is obvious that the offer is for the
purpose of influencing the practitioner's
action 81 a public official.

(b) A practitioner who is an offjcer,~r

employee of the United StateasbaU not
practice before the Dffice in patent
cases except al provided in ItO.6{d).

§ 1(1.102 Statemenl' concerning ornel.'a.
{a] A practitioner shall not knowingly

make false etatemente of Iect concerning
. the qualifications of a candidate for

election or appointment 10 a judicial
office or to a position in the Office.

{b] A practitioner shall not knowingly
make false acicu.latioDs against 8 judge.
otherediudlcatoeyofficer. or ClDplo)'e:e
of the Office.

110.103 PracUtion.er candidate for judiCIal
office.

. A practitioner who is a candidate for
judicial offtee-eball comply with
applicable provisions of law.
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1110.104-10. toO IR"orvedl

1'0.110 .Canono.
Apractilioner should avoid even the

'appearance of proCe8sionallmpropriety.

110.111 Avold4ngeven the appearance,of
Impropriety.

(a) A practitioner shan not accept
private employment in a metter upon the
merits of which he or ehe has acted in a
[udlcial capacity.

(b) A practitioner shall not accept
private employment in a matter in which
he or she had personal responsibility
'while 8 public employee.

(c) A practitioner ahalJ nol state ur
imply that the practitioner is able to
influence improperly or upon Irrelevant
grounds any tribunal.fegtelatlve body.
or public official. .

110.112 Preaervtng identity.ot funda .net
property of ClIent.

(a) All funds of clients paid to a
practitioner or a practitioner's fum,
other than advances for costs and
expenses. shall be deposited in one Qf'

more identifiable bank accounts
'metn talned in the United States or, in
the case of a practitioner having an
office in a foreign country or registered
under ItO~6{c), in the Untted Statee or
the Iorelgn Country.

(b) No funds belonging 10 the
practitioner or the practitioner'! Ilrm
shall be depoalted in the bank accounts
required by paragmph [a) of this section
~~~~p,t.~,sJQ!~~~~,:"" ".", .. ,m""_"." ••M.M'."'.

(1) Funds rcescnebly eufficrent to pay
bank charges may be deposited therein.

(2) Funde belonging in part.to a client
and in part preeently.or potentially to
the practitioner or the practitioner's finn
must be deposited therein, bUI tbe
porUon belonging 10 the practitioner or
the practitioner's finn may be
withdrawn when due unless the right or
Ihe practitioner or the practitioner'a firm
10 receive His disputed by Ihe client.Jn
which event the disputed portion sha~l

not be withdrawn until the dispute is
finally resolved,

eel A prectitloner shall:
(1) Promptly notify a client ofthe

receipt of the client's funds. securities•
or other properties.

(2) Identify and label eecuritiee end
properties of a client promptly uPO(j
receipt and place them in a tafedeposit
bcx cr.ctber place of safekeeping ,as
~~n,as.practicable.

, '. (3) Maintain complete recoro.ofitll
funds. securities. and other PropeliieS Of
ecueru coming into the possession of
the practitioner and render appropriate
accounts to the dienl reganijngthe
fund •• securities. or other properties.



(4) Promptly pay or deliver to the
client as requested by a client the funds.
securities, or other propertiesln the
possession of the practitioner which the
client Is entitled to receive.

':(OMB Control No. 0651~1.)

§§ 10.113-10.1D IRe..rvld]

Investigations and DisclpllnU)'
Proceeding.

f 10.130 Reprimand, luspensJon or
exclusion.

(a) The Commissioner may, afler
notice and opportunity for a hearing. (1)
reprimand or (2) suspend or exclude,
either generally or in any particular
case, any individual. attorney, or agent
shown to be incompetent or
disreputable, who is guilty of 810;;
misconduct, or who violates a
Disciplinary Rule.

(b) Petitions to disqualify a
practitioner in ex porte or interpartes
cases in the Office are not governed by
U 10.130 through 10.170 and will be
handled on a case-by-case basis under
such conditions 8S the Commissioner
deems appropriate.

f 10.131 Inwe.tlgatlona.
(a) The Director is authorized to

investigate possible violations of
Disciplinary Rules by practitionen. See
110.2{b1(2).

(b] Practitioners shall report and
reveal to the Director any knowledge or

'evidence required by § 10.24. A
practitioner shall cooperate wilh the
Director in connection with, any
investigation under paragraph [ej of this
section and with officials of the Office in
connection with any disciplinary
proceeding instituted under § 10.132(b).

(c) Any non-practitioner possessing
knowledge or information concerning a
violation of a Disciplinary Rule by 8

practitioner may report the violation to
the Director; The Director may require
that the report be presented in the fonn
of an affidavit.

'10.132 Initialing a disciplinary
proceeding; reference to an .dmlnlstraUve
IIw JUdge.

(a) If after conducting an investigation
under § 10.131(a) the Director is of the
opinion that a practitioner hae.violated
a Disciplinary Rule, the Director shall,
aftercomplying where necessary with
the provisions of 5 U.S -,G. 5S8(c), call:JI
meeting of the Committee on Discipline.
The Committee on Discipline ahall then

,detefl:nine as specified in § 10.4(b)
whether a disciplinary proceeding shall
be instituted under paragraph (b) of this
section.

(b) If the Committee on DiscipllI1e
determines that probable cause exitt, to

believe that 8 practitioner has violated a
Disciplinary Rule. the Director shall
institute a disciplinary proceeding by
filinga complaint under § 10.134. The
complaint shall, be filed in the Offfce of
the Director. A disciplinary proceeding
may result In:

(1) A reprimand, or
(2) Suspension or exclusion of 8

practitioner from practice before the
Office.

(c) Upon the filing of a complaint
under § 10.134. the Commissioner will
refer the disciplinary proceeding to an
administrative Jaw judge.

§ 10.133 Conf'rence betwHn EHtector
and pracUUoner, realgnaUon.

(a) General. The Director may confer
with a practitioner concerning possible
violations by the practitioner of a
Disciplinary Rule whether or not a
disciplinary proceeding has been
instituted.

(b) Resignation. Any practitioner who
is the subject of an investigation under
§ 10.131 or against whom a complaint
has been filed under'§ 10.134 may resign
from practice before the Office only by
submitting with the Director an affidavit
stating his or her desire to resign.

(c) If filed prior to the date set by the
administrative law judge for a hearing,
the affidavit shall state that:

(1) The resignation is freely and
voluntarily proffered:

(2) The practitioner is not acting under
duress or coercion from the Office:

(3) The practitioner is fully aware of
the implications of filing the resignation;

(4) The practitioner is aware [i] of a
pending tnvestigetlon or (ii) of charges
arising from the complaint alleging that
he or she is guilty of a violation of the
Patent and Trademark Office Code of
Professional Responsibility, the nature
of which shall be set forth by the
practitioner to the satisfaction of the
Director;

(5] The practitioner acknowledges
that. if and when he or she applies for
reinstatement under § 10.160. the
'Director will conclusively presume, for
the limited purpose of determining the
epplicetion for reinstatement. that:

(I) The facts upon which the complaint
is based are true and

'(ii) The practitioner could not have
successfully defended himself or herself

"egatnet (A) charges predicated on the
,Violation under investigationor,(B]
charges set out in the complaint filed
against the practitioner.

(d),If filed on or after the date set by
the administrative law judge for 8

hearing. the affidavit shall make the
statements required by paragraphs (b)
(1) through (4) cf thte section and shall
state that
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(l) The practitioner acknowledges the
facts upon which the complaint is based
are.true: and

(2) The resignation is being subinitted
because the practitioner could not .
successfully defend himself or her.elf
against (i) charges predicated on the
violation under investigation or (iii
charges set out in the complaint.

(e] When an affidavit under
paragraphs (b) or (c) of this section is
received wJtile an investigation is
pending, the Commissioner shall enter
an order excluding the practitioner "oil.
consent." When an affidavit under
paragraphs (b) or (c) of this section Is
received after a complaint under
§ 10.134 has been filed, the Director
shall notify the administrative law
judge. The administrative law judge
shall enter an order transferring the
disciplinary proceeding 10 the
Commissioner and the Commissioner
shall enter an order excluding the
practitioner "on consent,"

If) Any practitioner who resigns from
practice before the Office under this
section and who intends to reapply for
admission to practice before the Office
must comply with the previsions of
110.158.

(g) Settlement. Before or after a
complaint is filed under § 10.134~ a
settlement conference mey occur
between the Director and a practitioner
fOJ the purpose of settling any
disciplinary mailer. If an offer of
settlement is made by the Director or the
practitioner and is not accepted by the
other. no reference to the offer of
settlement or its refusal shall be
admissible in evidence in the
disciplinary proceeding unless both the
Director and the practitioner agree' in
writing.

§1Q.134 Complaint

. (a) A complaint instituting a
disciplinary proceeding shall:

(1) Name the practitioner. who may
then be referred to as the "respondent"

(2) Give a plain and concise
description of the alleged violations of
the Disciplinary Rules by the
practitioner.

(3) Statethe place and time for filing
an answer by the respondent.

(4) Stale that adecision by default
maybe entered againslthe respondent
if-an answer is not timely Hied.

(5) Be signed by the Director.
(b) A complaint will be deemed

sufficient if it fairly informs the
respondent of any violation of the
Disciplinary Rules which form thebaste
for the disciplinary proceeding so thai
the respondent is able to adequately
prepare a defense.



personal appearance of the witness
before the administrative law judge:

(5) Determine the time and place of
any hearing find regulate its course and
conduct;

(6) Hold or provide for the holding'of
conferences to settle or simplify the
issues;

(7) Receive and consider oral or
written arguments en facts or law;

(8) Adopt procedures and modify
procedures from time to time as
occasion requires for the orderly
disposition of proceedtngsc

(9) Make initial decisions under
110.154; and
. (10) Perform acta and take measures

as necessary 10promote the efficient
and timely conduct of any disciplinary
proceeding.

(c) Time fot making Initial decision.
The administrative law judge shall set
times and exercise control over a
disciplinary proceeding such that an
initial decision under § 10.154 is
normally issued within six months of the
date a complaint is filed. The
administrative law judge may, however.
issue an initial decision more than SIX
months after a complaint is filed if in his
or her opinion there exisl unusual
circumstances which preclude issuance
of an initial decision within six months
of the filing of the complaint.

[d] Review ofinterlocutory orders. A..
interlocutory order of an administrative
law judge will not be reviewed by the

_"C.ommissioner except
(1) when the administrative

shall be of the opinion (iJ that (he
Interlocutory order involves a
controlling question of procedure or law
as to which there is a substantial ground
for a difference of opinion and (ii)that
an immediate decision by-the
Commissioner may materially advance
the ultimate termination of the
disciplinary proceeding or

{2] in an extraordinary situation
where justice requles review

[eJStays pelld:.'1g review 01
interlocutory order. H the Director or a
respondent seeks review of an
interlocutory order of at: administrative
law judge under paragraph (b}{2) of this
section. any time period set for taking
action by tbe administrative law judge
shall not be stayed unless ordered by'
the Commissioner or the administrative

:,J~~.iU,C~g~~

§ 10.140 Representative forOlrec:tor Dr
respondent.

[a] A respondent may be represenled
before the Office ln connection with an
investigation Of disciplinary proceeding
by an attorney. The ettomey shall file a
written declaration that he or she i~ an

(e) Content. The respondent shall
include in the. answer a statement of the
facts which constitute the grounds of
defense and shall specifically admit or
deny each allegation set forth in the
complaint. The respondent shall D9t
deny a material allegation in the
complaint which the respondent knows
to be true or state that respondent i~

..... ithout sufficient information to form a
belief as to the truth of an allegation
when In fact the respondent possesses
that information, The respondent shall
also state affirmatively special maUers
of de-fense.

(d) Failure to deny allegations in
complaint. Every allegation in the
complaint .....hich is not denied by a
respondent if the answer is deemed to
be admitted and may be considered
proven. No further evidence ill respect
of that allegation need be received by
the administrative law judge at any
hearing. Failure 10 timely file an answer
will constitute an admission of the
allegations in the complaint.

(3) Reply by Director. No reply to an
answer is required by the Director and
uny affirmatlve defense in the answer
shall be deemed to be denied. The
Director may. however, file a reply if be
'or she chooses or if ordered by the
administrative law judge.

§ 10.137 Supplemental c:omplalnL
False statements in an answer maybe

made the basis of a supplemental
complaint.

§ 10.138 Contested cas•.
Upon the filing of an answer by the

respondent. a disciplinary proceeding
shall be regarded as a contested case
within the meaning of 35 U.S.C. 24.
Evidence obtained by a subpoena issued
under 35 U.S.C. 24 shall not' be admitted
into the record or considered unless
leave to proceed under 35 U.S.C. 24 was
previously authorized by the
administrative law judge.

§ 10.139 Administrative law Judge:
appointment; re3ponalbliltles; r.vlew of
Intertocutory Nderr, stays.

(a) Appointment. An administrative
law judge. appointed under 5 V.S.C 3105,
shall conduct disciplinary proceedings
as provided by this part.

(b) Re:ponsibilities. The
administrative law judge shall have
authority to:

(.<-" '(11 'AdnlinistefCiiiHhi ·arid affihilstioriS';
(2) Make rulings upon motions and,

other requests:
(3) Rule upon orfers of proof, receive

relevant evidence.rend examine
witnesses;

(4)Authorize the taking of a
deposition of-a witness in lieu of

110.135 Service 01 complalnL

(a) A complaint may be served on a
respondent in any of the following
methode: .

(1) By handing a copy of the complaint
personally to the respondent, in which
case-the individual handing the
complainI to the respondent shall file an
affidavit with the Director indicating the
time and place the complaint W8S

handed to the respondent.
(2) J1y mailing a copy of the complaint

by "Express Mail" or first-class mail to;
{I] A registered practitioner al the

address for which separate notir:e was
last received by the Director or

(ii) A non-registered practitioner at
the last address for the respondent
known to the Director.

(3) By any method mutually agreeable
ttl the Director and the respondent.

(b) If a complaint served by mail
under paragraph (a}(Z)ol thls section is
n.turned by the u.s. Postal Service. the
Director shall mail a second copy of the
compleint to the respondent. If the
second copy of the complaint is also
returned by the U.S. Postal Service. the
Director shall serve the respondent by
publishing an appropriate notice in the
Oificial Gazelle for four consecutive
weeks. in which case the time for
answer shall be at least thirty days from
the fourth publication of the notice,

(c) H a respondent is a registcred
practitioner, the Director may serve
simultaneously with the complaint a

~~._J!!"IJ.~J.J:md~r. tlQ,P(~), ,Tp~JJir~c,tor.may,._
require the respondent to answer the
§ 10.11(b) letter within a period of not
less than 15 days. An answer to the
t 10.11(b) letter shall constituteproof of
service. If the respondent fails 10 answer
the § 1o.1l(b] letter. his or her name will
be removed from the regteter as
provided by 110.ll(b).

{d}If the respondent is represented by
an attorney under I 10.140(a). a copy of
the complaint shall also be served on
the attorney.

t 10.136 Answer 10complalnL

(a) Time for answer. An answer to a
complaint shall be filed within a time set
in the complaint which shall be not less
than thirty days.

(b] With whom filed. The eriewer
shell.be.filed In writing with. the
administrative law judge. The time for
filing an answer may be extended once

""for'a' period of rio more than thirty days
by the administrative law judge upon a
showing of good cause provided a
motion requesting an extension of time
is filed within thirty days after the date

v.the complalnt Ia filed by the Director. A
, copy of the answer shall beserved on

the Director.
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have

convincing

t 10.150 Evidence.
(a) Rules of evidence. The rules of

evidence prevailing in courts of law and
equity are not controlling in hearings in
disciplinary proceedings. However. the
administrative law judge shall exclude

accordance with 5 U.S.C. 558. A copy of
the transcript of the hearing shall
become part of the record. A copy or the
transcript shall be provided to the
Director and the respondent at the
expense of the Office.

{b]1f the respondent to a disciplinary
proceeding fails to appear at the hearing
after a notice of hearing has been given
by the administrative law judge. the
administrati....e law judge may deem the
respondent to have waived the right to a
hearing and may proceed with the
hearing in the absence of the
respondent.

tc} A hearing under thil eectton wi1l
not be open to the public except that the
Director may grant a request by a
respondent to open his or her hearing to
the public and meke the record of the
disciplinary proceeding available. for
public inspection. provided. Agreement
is reached in advance to exclude from
public disclosure infonnation which is
privileged or confidential under
applicable laws or regulations. If a
disciplinary proceeding.reaulte ia
disciplinary action against a
practitioner, and subject 10 110.159(c}
the' record of the entire disciplinary
proceeding. including any settlement
agreement. will be available for public
inspection.

f 1().145 Proot. variance; amendmen1of
pleadlngL

In case of a variance between the
evidence and the allegations in a
complaint. answer. or reply. if any. the
administrative law judge may order or
authorize amendment of the complaint.
answer. or reply to conform to the
evidence. Any party who would
otherwise be prejudiced by the
amendment will be given reeecneble
opportunity to meet the ellegettcne in
the complaint. answer, or reply. as
amended. and the administrative law
judge shall make findings on any issue
presented by the complaint. answer,or
reply 2E1 amended.

§§ 10.146-10.1" IRe,erved)

'10.14' Burden of proof.
In a disciplinary proceeding. the

Director shall have the burden of
his or her case by clear and

evidence and a

address as may be designated in writing
by the respondent; or -

(3)Any other method mutually
agreeable to the respondent and a
representative of the Director,

(c) A respondent shall serve on the
representative for the Director ODe copy
of each paper Illed with the
administrative law judge or the Director.
A paper may be served on the
representative for the Director by:

(t) Delivering a copy of the paper to
the representative; or

(2) Mailing a copy of the paper by
flrst-claea mail or "Express Mail" to an
address designated in writing by the
representative; or

(3) Any other method mutually
agreeable to the respondent and the
representative.

(d) Each paper filed in a dl.cipJinary
proceeding shall contain therein a
certificate of service indicating:

(1) The date on which service was
made and

(2) The method by which service we.
.made.

(e) The administrative law judge or
the Commissioner may require that a
paper be served by hand or by "Express
Mail."

(0 Service by mail is completed when
the paper mailed in the United States is
placed into the custody of the U.S.
Postal Service.

attomey within the meaning of 110.1{c)
and shan state:

(1) The address to which the attorney
wants correspondence related to the
investigation or disciplinary proceeding
sent and

(2) A telephone number where the
attorney may be reached during normal
business hoUTI.

(b) The CommllHlioner ehalldesignate
at least two associate solicUon in the
Office of the Solicitor to acta.
representatives for the Director In.
disciplinary" proceedings. In prosecuting
disciplinary proceedings, the designated
associate solicitors shall nol involve the
Solicitor or the Deputy Solicitor. The
Solicitor and the Deputy Solicitor shall
remain insulated from the Investigation
and prosecution of all disciplinary
proceedings in order that they ehall be
available ea counsel 10 the
Commissioner in deciding disciplinary
proceeding•.

f 10.14' Filingof pipen;.
(a) The provisions of 11.8 or this

subchapter do not apply to disciplinary
proceedings.

(b) All papers filed after the complaint
and prior to entry of an initial decision
by the administrative law judge shall be
filed with the administrative law judge
atan addreee or place designated by the
administrative law judge. All papers
flIed after entry of an initial decision by
the administrative law judge shall be 110.143 MOUonL
filed with the Director. The Director Motions may be filed with the
shall promptly forward to the adminiatretlve law judge. The
Commissioner any paper which requires administrative law judge will determine
action under this part by the ona case-by-case basis the time period
Commissioner. for response to a motion and whether

(c) The administrative law judge or replies to responses will be authorized.
the Director may provide for filing No motion shall be filed with the
papers and other matters by hand or by administrative law judge unless such
"Express Mail:' motion is supported by a written

statement by the moving party that the
f 10.142 Service of papera. moving party or attorney for the moving

(a) AU papers other than a complaint party has conferred with the opposing
shall be served on a respondent party or attorney for the opposing party
represented by an attorney by: in an effort in good faith to resolve by

(1) Delivering a copy of the paper to agreement the iasuee raised by the
the office of the attorney: or motion and has been unable to reach

(2) Mailing a copy of the paper by agreement. If issues raised by a motion
Ilrst-claas mail or "Express Mail" to the are resolved by the parties prior to a
attorney at the address provided by the decision on the motion by the
attorney under § 10.140(a)(1); or administrative law judge. the parties

(3) Any other method mutually shall promptly notify the administrative

agreeable to the attorney and a law judge. '11~d8;;h;jf",~.~!~~~,!~;'~:;~~gj~:;:~~:i:,~~:~i'~~'Etrepresentetive Ior the Director.
-(b) All papers other than a complaint- ..~_fJO.1.44 He,rtng.. . f+ .

shall be served on a respondent who is (a) The iffi~~~r[i;::~~i:~::.:~enot represented by an attomey by: preside at
(1) Delivering a copy of the pepej to proceedings.

the respondent; or stenographically
(2) Mailing a copy of the paper by transcribed and the testimony of

first·c1ass mail or "Express Mail" to the witnesses will be received under oath or
respondent at the address to whicha affirmation. The administrative law
complainl may be served or such other judge shall conduct hearings in
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evidence which Is irrelevant, immateriaL
or unduly repetitious.

(b} Depositions. Depositions of
witnesses taken pursuant to 110.1.51
may be admitted as evidence.

(e) Government documents. Official
document•• records, and papers of the
Office are admissible without extrinsic
evidence of authenticity. Theae
documents. records and papers may be
evidenced by a copy certified ae correct

. by en employee of the Office.
" (d) Exhibits. If any document. record.
or other paper is introduced in evidence
8S an exhibit, the administrative law
Judge may authorize the withdrawal of
the exhibit subject to any conditions the
administrative law judge deems
appropriate.

(e) Objections. Objections to evidence
will be in short fonn, atating the grounds
of objection. Objections and rulings on
objections will be a part of the record.
No exception to the ruling is necessary
to preserve the rights of the parties.

110. , 51 Depoaltlon..
(a) Depositions for use at the hearing

in lieu of personal appearance of a
witness before the administrative Jaw
judge may be taken by respondent or the
Direclor upon a showing of good cause
and with the approval of, and under
such condilionsas may be deemed
appropriate by, the administrative law
judge. Depositions m3Ybe taken upon
oral or written questions, upon not less
than ten days wrillen notice to the other
~,a~ty,.before any officer authorized to

..~~.-.N~Adminisler an oath or affirmation in the
place where-the depceiuon is to be
taken. The requirement of ten days
notice may be waived by the parties and
depositions may then be taken of a
witness and at a time and place
mutually agreed to by the parties. When
u deposition is taken upon written
questions. copies of the written
questions will be served upon the other
pRrly with the notice and coptee of any
wrttten croee-questione wiU be served
by hand or "Express Mail" not less than
five days before the dale of the taking of
the deposition unless the parties
mutually agree otherwise. A party on
whose behalf a deposition is taken ahall
file a copy of a transcript of the
deposition signed by a court reporter
with the administrative law judge and
shall serve one copy upon the opposing
party. Expenses for a courl reporter and

,cC", preparing. serving, and' filirlg"deposiUcirls
shall be borne by the party al whose
instance the deposition is taken.

(b) When the Director and the
respondent agree in writing. a
deposition of any witness who will
appear voluntarily may be taken under
auch terms and condition as may be

mutually agreeabJe to the Director and
the respondent. The deposition shall not
be filed with the administrative law
judge and may not be admitted tri
evidence before th~ administrative Jaw
judge unless he or 'Ihe orders the
deposition admitted in evidence. 11I.e
admissibility of the deposition shall He
within the discretion of the
administrative law judge who may
reject the deposition on any reasonable
basis including the fact that demeanor Is
involved and that the witness should
have been called to appear personally
before the administrative law judge.

1'0.152 Dlno",,_
Discoveir shall not be authorized

except as foHow,:
(a) After an answer is flIed under

110.136 and when a party establishes in
a clear and convincing manner that
discovery is necessary and reJevanl,tbe
administrative. Jaw judge. under ,uch
conditions as he or she deem.
appropriate, may order an OPPOling
party to:

(1) Answer 8 reasonable number of
written requests. for admission or
interrogatories;

(2) Produce for inspection and copying
8 reasonable number of documentat.and

(3) Produce for inspection a
reasonable number of things other than
documents.

(bJDiscovery shall not be authorized
under paragraph (a} of this section of
any matter which:

'''''(1) Will be used by enotherperty
solely for Impeachment or cross­
examination;

(2) Is not available to the party under
35 U.S.C. 1122;

(3) Relates to any disciplinary
proceeding commenced in the Patent
and Trademark Office prior to March 8.
1985;

(4) Relates to experts except as the.
administrative law judge may require
under paragraph (e) of this section.

(5) Is privileged; or
(61Relates to mental impressions.

conclusions. opinions, or legal theories
of any attorney or other representative
of a party.

(c) The administrative law judge may
deny discover)' requested under
paragraph (a) of this section if the
discovery sought:

(1) Will unduly delay the di~7.iplh~~.ry
':'pfod'e'ding:"" "" '.,' '.-"'0,' ,

(2) Will place an undue burden on the
party required to produce the discovery
sought; or

(3) Is available (i) generally to the
public. (ii) equally to the. parties; or (iii)
to the parly seeking the discovery
through another source.
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(d) PrIor to authorizing discovery
under paragraph (a) of this section, the
administrative law judge shall require
the parly eeeklngdiscovery to file 8
motion (§ 10,143) and explain in detail
for each request made how the
discovery sought is necessary and
relevant to an Issue actually releed in
the complaint or the answer.

(e) The administrative law judge may
require parties 10file and serve. prior to
any hearing, a pre-hearing statement
which contains:

(1) A list (together with a copy) of all
proposed exhibits to be used in
connection with a party's case-in-chief.

(2)A list of proposed wltneasea,
(3)As to each proposed expert

witness:
(I) An Identification of the field in

which the individual will be qualifiedas
an expert;

Iii) A statement as to the subject
matter on which the expert is expected
to testify: and
. (iii) A statement of the eubatence of
the facts and opinions to which the
expert is expected to testify,

(4) The identity of government
employees who have investigsted the
case, and

", .(51 Copies of memoranda reflecting
respondent's own statements to
administrative representatives.

(0After a witness testifies for a party
if the opposing party requests. the party
may be required to produce. prior to
'crces-exemination. eny written
etetement mede by the witness.

1·10.153 propoted nndlngl end
conclusion'; po.t-hearlng memorandum.

Except in cesea when the respondent
has failed 10 answer the complaint. the
administrative law judge. prior to
making an initial decision. shall afford
the parties a reasonable opportunity to
submit proposed findings and
conclualcne and a poet-bearing
memorandum in support of the proposed
findings and conclusions.

§ 10.154 Inrtl.1 decision of admlnl.tratlve
lawJudg•.

(0.) The administrative law judge shall
make an initial decision in the case. The
decision will include {c) a statement of
findings and conclusions. as well as the

or basis with

presented on
and (b) an order of suspension or
exclusion from practice, an order of
reprimand. or an order dismissing the
complaint. The administrauve lew judge
shall file the decision with the Director
and shall transmit a copy to the



representative of the Direclor and to the
respondent. In the absence of an appeal
to the Commissioner, the decision of the
administrative law judge will, without
further proceedings, become the
decision of the Commissioner of Patents
and Trademarks thirty (3D]days from
the date of the decision orthe
administrative law judge.

(hI The initial decision of the
administrative law judge ehall explafn
the reason for any penalty or reprimand,
suspension or exclusion. In determining
any penalty, the following should
normally be considered:

(1) The public interea\;
(2) The seriousness of the violali~ of

the Disciplinary Rule;
. (3) The deterrent effects deemed

necessary: and
(4) The integrity of the legal

profession: and
(5) Any extenuating circwnstances.

1.10.155 Appeal to the Commfssloner.
(a) Within thirty (30) days from the

date of the initial decision of the
administrative law judge under 110.154,
either party may appeal to the
Commissioner. An appeal by the
respondent will be filed with the •
Director in duplicate and will include
exceptions 10 the decisions of the
administrative law judge and supporting
reasons forthose exceptions.H the
Direclor Illee the appeal, the Director
shall eerve a copy of the appeal. Within
thirty {3D] days after receipt of an
appeal or copy thereof. the other party
may file a reply brief. in duplicate with
the Director. H the Director files the
reply brief. the Director shall serve a
copy of the reply brier. Upon the filing of
an appeal and a reply brief. if any. the
Director shall transmit the entire record
to the Commissioner.

(b) The appeal will be decided by the
Commissioner on the record made
before the administrative law judge.

(c) The Commissioner may order
reopening of a disciplinary proceeding
in accordance with the principles which
govern the granting of new trials. Any
request 10 reopen a disciplinary
proceeding 0:1 the basis of newly
discovered evidence must demonstrate
that the newly discovered evidence
could not ha ve been discovered by due
diligence.

_t._l~·J~_ ,~cl_slo.r1 f)f.t~,C::OfmTI!~I~.~r·

(a) An appeal from an initial decision
of the administrative law judge shan be
decided by the Commissioner. The
Commissioner may effirm.reverse, or
modify the initial decision or remand the
matter to the administrative law, judge
for such further proceedings as the
Commissioner may deem appropriate.

Entry of a decision by the CoJ:Dmissfoner
II a final agency action in a disciplinary
proceeding. In making B final dectetea,
the Commi'ssioner shalt review the
record or those portions of the record as
may be cited by the parties in order to'
limit the tasuea.The Commissioner aball
transmit Bcopy of the final decision to
the Director and to the respondent.

{bI A final decision of tie
Commissioner may dismiss.
disciplinary proceeding, reprimand a
practitioner, or may suspend or exclude
the practitioner from practice before the
Office.

110.157 Review 0' Comrnlalloner'a tlnal
declslon.

(a) Review of the Commissioner',
final decision in a disciplinary case may
be had by a petition filed in the United
States District Court for theDletrict of
Columbia. See 35 U.S.C. 32 and Local
Rule 1-26 of the United States District
Court for the District of Columbia.

{b) The Commissioner may Itaya
final decision pending review of the
Commissioner's final decision.

110.158 Suspended or ••cluded
practitioner.

(a) A practitioner who is suspended or
excluded from practice before the Office
under I 10.156(b]ehall not engage in
unauthorized practice of patent.
trademark and other non-patent law
before the Office.

(b) Unless otherwise ordered by the
Commissioner, any practitioner who ia
euspended cr excluded from practice
before the Office under § 10.156{b)shall:

(1) Within 30 days of entry of the
order of suspension or excluston,notify
all bars of which he or she is a member
and all clients of the practitioner for
Whom heor she is handling matters
before the Office in separate written
communications of the suspension or
exclusion and shall file a copy of each
written communication with the
Director.

(2) Within 30 days of entry oi the
order of suspension or exclusion.
surrender a client's active Office case
files to (il the client or (U) another
practitioner designated by the client.
. (3) Not hold himself or herself out as
authorized to practioe law before the
Office.

(4) Promptly take any necessary and
"",,JlpprQPdaJe,s,Iepslo remcvejrcm _any

telephone, legal. or other directory any
advertisement, statement, or
representation which would reasonably
suggest that the practitioner is
authorized topractice patent. trademark
or other non-patent law before the
Office. and within 30 days of taking
those steps, file with the Director an
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affidavit describing the precise nature of
the st'ep. taken.
(~ Nol advertise the practitioner's

availability or abilily to perform or
render legal IE!rvices for any penon
having immediate, prospective. or
pending business before the Office.

(5) Not render legal advice or services
10 any person baving immediate,
prospective, or pending business before
the Office as to tha t business.

(1) Promptly take sleps 10 change any
sign identifying 8 practitioner', or Ihe
practitioner', flrm's office and the
practitioner's or the practitioner's firm'.
stationery to delete therefrom any
advertisement, statement. or
representation which would reasonably
suggest that the practitioner ill
authorized to practice lew before the
Office.

(8] Within 30 days, ret'll"l to any cUent
any unearned funds. including any
unearned retainer fee, and any
securities and property of the client.

(c) A practitioner who ia suspended Of

excluded from practice before, the Office
and who aids another practitioner in
anyway in the ether practitidner',
practice of law before the Office, may.
under the direct supervision·of the other
practitioner. act as a.pera-legal for the
other practitioner or perform 'other
services for the other practitioner which
are normally performed by lay-persons.
provided:

(1) The practitioner who i. auapended
or excluded-is:

Itl A salaried employee of:
(A] The other practitioner.
(B) The other practitioner's law firm;

or
(C) A client-employer who employs

the other practitioner as a salaried
employee;

(2) The other practitioner assumes full
professional responsibility to any client
and the Office for any work performed
by, the suspended or excluded
practitioner for the other practitioner;

(3) The suspended or excluded
practitioner, in connection with any
immediate. prospective. or pending
business before the Office, does not:

{i]Communicate directly in writing.
orally. or otherwise with a client of the
other practitioner.

(ii) Render any legal advice or any
.legal.eervicea to a client of the

"";!"pra'ctHiorie'rfor' .... "
(iii) Meet in person or in the presence

of the other practitioner with:
(A) Any.Office official in connection

with the prosecution of any patent.
trademark. or other case;

(B) Any client of the other
practitioner. the other prectitionerslevv
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to thut ctdered by the Commissioner Dr
exclusion for five years has passed
during which the suspended or excluded
practitioner has complied with the
provisions of § 10.158.

(e) Proceedings on any petition for
reinstatement shall be open to the
public. Before reinstating any suspended
or excluded practitioner, the Director
shall publish in the Official Gazette a
notice of the suspended or excluded
practitioner's petition for reinstatement
and shall permit the public a reasonable
opportunity to comment.or suhmit
evidence with respect to the petition for
reinstatement.

§ 10.161 SaVingsclaule,
(alA disciplinary proceeding based

on conduct er:gaged in prior to the
effective date-of these regulations may
be Instituted subsequent.to such
effective date, if such conduct would
continue to [ustify suspension or
exclusion under the provisions of this
part.

[b] No practitioner shall be subject to
a disciplinary proceeding under this pari
based on conduct engaged in before the
effective date hereof if such conduct
would not have been subject to
disciplinary action before such effective
date.

10.162-10.169 ·.(Relerved!

10.170Suspenllon of rules.
(a) Inan extraordinary situation.

, when [ustice-requires. any requirement
~ ~ "'of:the',re'guI~uonscr.thIs-panwhich-is-:

not a requirement of the statutes may he
suspended or waived by the
Commissioner or the Comrrussioner's
designee, sua spontect on petition of
any party, including the.Director or the
Director's representative. subject to such
other requirements as may be imposed.

(b) Any petitionunder this section
will not slay a disciplinary precceding
unless ordered by the Commissioner or
an administratlve law judge.

Dated: Decel11ber 21,l!lfYl.
Gerald I" M06Singhof£,
OommisskmerofPatents arid Trademarks
[FR Doc. ~2803Filed 2-5-85; 8:45am]
BllLING,CODE3511).1I-M

[a] Upon issuance of a final decision
reprimanding a.practitioner or
suspending or excludjng a practitioner
from practice before the Office, the
Director shall give notice of.the final
decision to appropriate employees of-the
Office and to interested departments.
agencies. and c,ourts of the United
States. The Director shall also give
notice-to: appropriate authorities cif'i:my
Slate inwhich 1:1. practitioner is known to

firm. or the client-employer of theothef be a mernberef the bar and any
practitioner;' appropriate bar 'association.

[e] Any wilness or potentia! witness (h) The Director shall cause to be
which the other practitioner, the other published in the Official Gazelle the
practitioner's law firm, or the other name qf any practitioner suspended or
practitioner's cllent-emplcyer mayor excluded from practice, Unless
intends to call as a witness in any otherwise ordered by the Gommissioner,
proceeding before the Office. The term the Director shall publish in the Official
"witness" includes individuals who will Gazett~ the name of any practitioner
testify orally in a proceeding before. or reprimanded by the Commissioner,
sign an affidavit or Gny other document (c) The Director shall maintain
to be filed in, the Office. records. which shall be available for

{d}When a suspended or excluded publicinspection, of every disciplinary
practitioner acts as a para-legal or proceeding where a practitioner-is
performs services under paragraph (c) of reprimanded, suspended. or,excluded
this section. the suspended or excluded unless the Commissioner orders that the
practitioner shall nol thereafter be proceeding be kept confidential.
reinstated to practice before the Office 110.1&0 Pelltlonforrelnltatement.
unless: (a] A petilionforreinstatement ora

(1) The suspended or excluded practitioner.suspended for a period of
practitioner shall have filed with the less than five years will not-be
Director an affidavit which (il explains considered until the period of
in detail the precis'> nature of all para- suspension hi. passetl.
legal or other services performed by the (b) A petitien rer reinstatement of.
suspended or excluded practitioner and practitioner excluded from practice will
(ii) shows by clear and.convincing not be considered until five years after
evidence that the suspendedor the effective date of the exclusion.
excluded practitioner has complied with (c) An individual who hall resigned
the provisions of this section and all under t 10,133 or who has been
Disciplinary Rules, and suspended or-excludedmay file a

(2) The other practitioner shall have petition Ior reinstaternent. The Director
filed with the Director a written may arant a petition for reinstatement
statement which {i).shows that the other when the individual makes a clear and
practitioner has read the affidavit convincingshowing thatthefndivldual
required by subparagraph {d){1) of this will conduct himselLor herself in
section and that the other practitioner accordance with the regulations of.this
believes every statement tn the affida\"H part and that arantinaa petition for

~·~·~·,In"bp." Irue ,and~ (iil-s.la,Ies-why-theother ,-' .:w reinsta I~ment·i~-not ",can trary'to-the
praclilioner believes 'that the suspended public interest. As"a conditionfo
or excluded practitioner has complied reinstatement, the Director may require
with paragraph (c) ofthis.section. the individual to:

(1) Meet the requirements of t 10.7.
§ 10.159' Notice ohuspenllon or including t,akini and passing an
exclullon. examination under § 10.7(b} and

(2) Pay all er.a portiorr of the costs
and expenses. not to exceed $1,500.of
the disciplinary proceeding which. led to,
suspension or' exclusion,

(d) Any euepended or excluded
practitioner who has violated the
provisions of § 10.15~ during his.or her
period of suspension or exclusion.shall
not be entitled to reinstatement until
such time as the Director is satisfied
that a pertod of suspension equal in time
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ABSTRACT

The newly introduqed internal priority system permits
Japanese applications toclairn 'onevo r cmo re p r i or It i e s based
on previously f iledJapaneseapplicat ion( s) { wi thin one year
from the filing date(s) of the ea r L'Ler applic a t i ont s)', This
system will. provide applicants wi.th the c!)ancetoobtain
extensive patent rights. The benefit of internalpriority is
substantially the same as that of convention priority under
the Paris Convention •. Any acts. performed in relation to the
prior application after its filing will not adversely affect
t he priority-claiming later application. How",ver,a major
difference as comp",ed with the Paris Convention istha~,

under the internal priority sys.t.em , t he pr i o r application
",ill be deeme d wi thdrawn, provided that t he priority claim is
not withdrawn e f f ec t Lve Ly, Th",priorapplication. co ns i dered
withdrawn is not laid open, so that ma t t e r disclos",dinth"
prior application but not in t he La t er application cannot.'
preclude a third Party from obtaining a pa t e nt: forth",same,
matter even after the publication of ,th""lat",r application;
The new system is applicabl", to PCT applications when 'Japan
is a designated country. Th", basic Japan",s", application will
constitut", a basis of priority for ing PCT

b'IM \+...... ,.,
Japanese applicants can b", expected.
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I. INTRODUCTION

The Paris Convention for the Protection of Industrial

property permi tsthefiling ofa conve.ntion application

claiming multiple priori ties and the filing of an application

incorporating developments and improvements. This

arrangement is provided in light of the fact t ha t.-." uni ty of

invention" is not always the same in different countries. It

also fulfils an excellent f unc t i.on srno.t primarily aimed at,

of allowing the obtaining of extensive patent coverage for a

series of related inventions.

TO introduce the benefits of such an arrangement into

Japan, amendments to the Patent Law were enacted by the l02nd

National Diet., TheamendedLaw,which will corne into effect

on November 1, 1985i newly adopts an internal priority

system, so as thereby to allow a patent for a series of

related inventions.

amended Patent Law, with r e f'e r-ence. to the backqround ,

details, applications, and impact of the new system.

II . BACKGROUND

A. Changes in R&D Activ'itiesandEx'istingProblems

As technology advances and technological development

speeds up, many applications for related inventions tend to

be filed, in order to secure an organized and effective

f ramework .on and:aroundthe-:basib'i,pl0riee[,'bivehtiotl.These

Howeve r',the'forme r:system before -,the-law amertdmenthad

several problems which prevented applicants from obtaining
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extensive and effective patent coverage of such improvements

and additions. For example:

(1) Later patent applications for improvements "'ere

sometimes rejected in the light of the applicant's own

prior application, for the cited reason that they were

the sarneinvention.

(2) Later supplementation of improvements into the earlier

application as additional examples of the invention was

likely to be refused on the grounds that such inclusion

would unlawfully change the gi$t of the earlier

application.

(3) A later application incorporating developments and

improvements might be filed after the filing of the

prior ,application, in order to obtain broader

protection, and the prior application might be

abandoned. However, it could easily occur that a third

party application might be filed between the filing

dates of these' two applications, and this could prevent

such a later filed application from being patented.

B. Imbalance between the Alien and the National

When a foreign applicant files a convention application

in Japan claiming the priority of his or her national

application, the applicant is legitimately allowed to

incorporate developments and improvements and to claim one or

more 'priori ties. Unlike foreign applicants, Japanese

applicants have not up till now been able to enjoy such a

benefit. It is a general understanding that imbalance' has

enjoy the benefits of an internal priority system or a

similar such >system in their courrt ry , and Japanese applicants

where no such system has heretofore existed.
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D. Adoption of a Paris Convention Type System

o r.. (c) the continuation-in­

used in the United states.

The Japanese patent system adopts the early publication

or open- to-publ i c - inspection (OPr) sys tern and the publ ica t ion

While the total number of normal type foreign

applications originating in Japan has increased recently,

international applications by Japanese applicants, under the

PCT have not undergone the expected increase. One of the

reasons is the lack of statutory provisions in the Japanese

Patent Law for regulating the treatment of Japan-designating

PCT applications claiming the priori ty of basic Japanese

applications. The Japanese government has sought measures to

promote the use of the PCT system,in view of the development

of the industrial. property system and of the desirability of

interna.tionalcooperation in this field.

part (eIP)' application system as

In principle, the CIP application system does not

restrict the period for filing a new application

incorporating. new matter. Furthermo.re; aCIP .application is

an independent application and does not adversely affect the

prior application.

C. Stagnant PCT Utilizatiqn

The provisional spec if icat ionsys temd i ffers. from the

CIP system in the poJnt that the .submissionofthecomplete

, spec:J.Hc·a HOl)' "has "to ",be,"mla,l.e,,'wi,thi n<'a'·c,~·r't,ai,n ·,t,inle"p'H,io.d""" ,",'"

The Industrial Property Council and several other groups

reviewed this issue and discussed the possibility of

introducing, as a measure to solve these problems, either (a)

the internal priority system as·hasbeenrecently adopted in

_~_~,..~~,~..~.EC.__na.t i onsr

was used in the United Kingdom,



for opposition system. These systems,howev",r, cannot.well

coexist with the ClP application system. To be more

specific, a new-matter-added application would be refused in

the light of its prior application, if the prior application

had already been laid open before the filing date of the ClP

application. Furthermore, adding new matter after the

.publication for opposi tion would be against the current

requirements which restrict amendments after such

publ i ca t i on,

The introduction of the provisional specification system

is also not practical, ·as it would require an essential

reform of the Japanese patent system in order to distinguish

between a normal application and a provisional specification

application.

Consequently, the determination was made that an

internal priori ty system -- akin to application of the

prioritysystemunde.rthe paris Convention . to national

applications --would be the most preferable, from the

standpointOfconformi ti' with the current system. The

internal priority system has been adopted in the area of the

EPCi and in other European nations where systems similar. to

the early publication (OPl) system and to publication for

opposi tion exist.

In short, the Japanese internal priority system is a

shift of the priority system under the Paris.ConVention from

the international arena to the domestic arena. The formal

requirements are thus similar. However, the internal

priority sys temfeatures.the provision of broad protect ion of

an invention which incorporates improvements 'andaddition's

difference from the usual Paris Convention priority system.
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III. DETAILS

A. Claim of Priority Right

(1) An application for patent or, utility model, so Lonq as

it is pending in the patent OffiCe,gives rise to a

priority right for all matters whiCh it contains, for

the period of one ,year from its filing date. However,

if there are several applications disclosing the same

subject matter, only the earliest such application can

be used as a basis for claiming a' rightbf priority.

(Patent, Law Art. 42 b is-l;Utili ty' Model' Law

Art. 7b i s .. l)

(2) A utility model application oarr-be ,filed claiming the

internal, pr ior ity of a prior patent application.

Likewise, a patent application can be filed claiming the

internaL pr iorityof 'a pr ior utility' mode Lvappli.cat Lon,

(3,) A PCT application which is based on (claims the

model) application," and which' designates Japan" can'

enjoy the benefit of the right of internal priority, so

far as Jap"nis conce rned;

(4) ,The later application may include matter which is not

disclosed,inthe pribrapplication. The'claimil1gbf two

or more internal priorities is acceptable. The 'claiming

of internal priority in combination with the claiming of

Go-nvent1on::,priority-.under:the: Petr is Convention 1s -aLso

acceptable. Gene,rally,the' scope' of, the priority right

in any of these cases 'extend'sonly"to the subject matter

or Paris Convention priority is claimed.

(5) Two or more, later' application's, can rely on one prior
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application for priority right.

(6) If a later application claims the internal priority of a

prior application, any divisional application from the

later application or any conversion thereof to or from

utility model application can likewise enjoy the benefit

of the same internal priority.

(7) A later application disclosing the same subject matter

as that included in a prior application is not entitled

to be a basis for the claiming of any further internal

priority right, insofar as that subject matter is

concerned. However, other matter in the later

application which is not disclosed in the prior

application can constitute a basis for claiming of

inter.nal priority by a subsequent application.

(8) If an application is filed in Japan claiming the Paris

Convention priority right of a foreign application. only

those matters in the Japanese application not disclosed

in the foreign application can serve as a basis for the

claiming of any subsequent internal priority right.

(9) Later applications claiming the internal priority right

of a prior application are not affected by the progress

o f the prior application' subsequent to its filing and to.

the priority claim - in particular, by whether it

remains pending or is withdrawn.

(10) A claim by a later application of the internal priority

right of a prior application can be withdrawn at any

time during the period of fifteen (15) months from the

(11) The entity entitled to claim the priority right of the

prior application is the one having title to obtain
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patent therefor; Common inventorship for the prior

application and the later application(s) is not

required.

(lZ) The applicant desiring to declare a priority claim must,

simultaneously withthelatetapplication, submit a

document to that effect to the director-general of the

patent Office, identifying the prior application.

(Patent Law Art. 4Zbi s-4; Utility Model.Law

Art. 7b i s-4) No submission of any priority document is

required. Priority-claiming applications and the

withdrawal ofa claimed. priority right must be

accompanied by a power of attorney to those e f f ec ts-.

B. Effect

B-1 Fundamental Effect

The e f f ec t of claiming the internal priori ty of a

Japanese application is very similar to that of claiming

matter disclosed in the prior application is concerned;' the

later application(s) claiming the priority of the prior

appliqation cannot. be adversely affected by anyaqts

accomplished by a third party, or byan:y publication Or

exploitation of the invention occurring, after the filing

date of the .p r Lor .application. Thus., use by a third party of

the invention before the .fi H nq date of the later application

cannot give rise to any third party right unless said use

precedes the filing date of the prior application. The later

application, having the effective filing date of the prior

application, will be examined or reviewed according to the

The criter iaaccording to the patent. Law Arts. 4z bi s_z

and 4Zbi s-3 and the Utility Model·Law Arts. 7 bi s-,"Z and7b i s-3
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can be classified into the following·.four groups:

ill For patentability of the later priority-claiming

application:

Novelty (Patent Law Arts. 29~1 and 29bi s _l ; utility

Model Law Arts. 3-1 and 3bi s - l )

Inventive. Step (Patent Law Art. 2'9-2.; utility Model Law

Art. 3-2)

"First-to-File'; Rule (Patent Law Arts. 39-1 to 39-4;

utility Model Law Arts. 7-1 to 7-3)

Exception to Lack of Novelty of Invention (Patent Law

Arts. 30-1 to 30-3; utility Model Law Art. 9-1)

Period of Exclusion for Appeal for Patent Invalidation

(Patent Law. Art. 124; Utility Model Law Art. 38)

Appeal for Correction (Patent Law Art. 126-3; utility

Model. Law Art. 39-3)

ill For the possible effect of· the later priority-claiming

application against a third party's application:

The later priority-claiming application; upon laying

open or upon publication for'opposition, can be cited as

a re a son for the rejection of a third party's

application which was filed after the filing date of the.

prior application and before the filing date of the
later application. (Patent>Law Art. 29 b i s - l ; Utility'

1 Law
claim interference is concerned, the earlier application

can be.cited against later...filedthird party

applications irrespective.of whether or not the prior
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application has been laid open or published for oppost­

ion, (Patent Law Art. 39; utility Model Law Art. 7)

ill For the effect of granted inventions:

- Limits of Patent Right (Patent Law Art. 69b i s-(iit;

Utility Model Law Art. 26)

- Relationship of Another's Invention, etc. (Patent Law

Art. 72; utility Model Law Art. 17; Design Patent Law

Art. 26)

-Presumption of Manufacture by Patented Process {Patent

Law Art. 104)

l!l For prior use rights and statutory non-exclusive

licences:

,~Non--Exclusive Licence by virtue ,6'f Prior Use (Patent

Law Art. 79; utilityi10del Li".; Art. :26)

Right (Patent Law Arts. 81 and 82-1; Utility Model Law

Art. 26; Design Patent Law Arts. 31-2 and 32-2)

B-2 Influence of the Later priority-Claiming Application on

the> Prior Application

ill Withdrawal of the Prior Application

When 'the internal priority of a prior application is
duly claimed by a later application, the priority-generating

pr Lor application is •considered as wi t hd rawn after 15 months

par t i cu LarLy" dTs'tinguish"'dfroni l:he"Pa'i:is convei1H 0" ',(ys'tem'

and the CIP application system in this respect. The internal

priority system is intended to permit a broader scope of
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protection for covering not only the.basicinvention but also

its improvements. After being superseded by the later

priority-claiming application, the prior application is

deemed to be withdrawn, and thereby its publication is

avoided.

ill Withdrawal of the Priority Claim

The applicant may withdraw a claim of internal priority

within 15 months from the filing date of the priority­
generating prior application. As stated above, the prior

application becomes withdrawn in the case that J.ts .prior i ty

is claimed. In order to avoid inadvertent withdrawal of an

application due to claiming its priority by mistake, a

safeguard Lnte.rvaL of three months is .allowed after the

expiration of the one-year priority period. Under the new

system, the prior application will continue to be in force if

all priority claims for later applications based upon that

prior application are withdrawn within the legal period of 15

months after the filing date of the prior application. In

this case, of course, withdrawal of the prior applicaj:ion

will not occur.

B-3 Applicable Date

When an application claiming aninter\1al priorityjs

filed, the date for its laying open publication and the time

period within which amendments to it are allowed will be

determined on the basis of the filing date of the priority­

generating prior .application, or on the basis of the filing
date of, the ear l.iest such pr Lo r application, in: t he case of

claiming of multiple priorities. (Patent Law Arts, 17 and

of an flpplication in JapanclflimingParisCpnvention

pr iority.
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For duration, and for the statutory periods for filing a

request for examination and for conversion to or from a

utility model application, the effective date.is the actual

filing date of the later application, i.e. of the application

which claims the internal priority of the prior application.

IV. TYPES OF PRIORITY-CLAIMING APPLICATION

Depending upon the details, applications claiming
internal priority can be classified into four types:

supplementation of embodiments, presentation of a higher

concept, consolidation of several applications, and others.

!l. Supplementation of Embodiments

When an inventive concept is initially formulated, an

initial application may be filed detailing only primary

embodiments. Later, it may 'be desirable tO$upplement

further embodiments, and possibly experimental results. See

Fig. I. In a case where the scope of claim in the initial

embodiments given in the specification, it is likely that, if

the examination of this initial application were allowed 'to

progress, the scope of claim might be undesirably restricted

to one fully supported by the initially presented

embodiments. Thus, the supplementation of further

embodiments in a later application claiming internal priority

of the prior application would be effective for obtaining a

broader 'scope of claim than would otherwise be: obtained.
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~ Presentation of Higher Concept

There are two types of later application c La.i mi nq

internal priority in this category: the developing of the

concept of one prior application [see Fig. 2), and the

enlarg ing of the. concept of sev.eral pr ior applications (see

Fig. 3). The first type is useful when a new and broader

concept, or a higher concept, comes to light after the filing

or the prior application. In the case of the latter type.,

severaLapplic,ations for related species inventions are

ini.tial,ly filed ,and they are later replaced by a single

application of broader scope for the generic concept.

Claim Al,2

[embodiment a
l)

[embodiment a 2)

I
[embodiment all

[embodiment a 2)

t
Claim Al

Later Application

[claiming the priority)
I

Later Application

(claiming the priority)
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Prior Application

[the basis for priority)
[

Claim Al
i

Prior Application

[the basis ·for priority)

.' . I
I[embodiment all I

Fig. 2

Fig. 1



A1,2,3

Fig. 3

First Pr or
Applicat on

(basis for the
first priority)

I .

I
I(embodiment ai) I

Claim Al

Second Prior
Application

(basis for the
second priority)

!(elllbOdiment a 2)!

r
Claim A2

Later
Application

(claiming both
priori ties)
. I

(embod iment a l)
(embodiment a 2)
(embodiment a3)

t
Claim

1L Consolidated Combined Application

A consolidated application is useful in the case when a

later application is contemplated for an invention which,

although different from the inventiOn of a prior appLi ca t Lon ,

has a specific relationship therewith of One of the types set

forth in Art. 38 of the Patent Law. More specifically, if

product which was claimed in the other application, or if one

of the applications is f'o r': a machine, instrument,pieceOf

eql.lipment, or other device used direCtly· in a processblaimed

in the other application, or if one Of t he :applications is

for an invention having the whole or thesubstantlal pOrtion

of the invention of the otrhe rrappLi.ce t i.on as it·s subs t arrtLaL

portion, then it is useful for the later application to

constitute a combined application for 'bo t h inventions, and to

claim the internal priority of and thus to supersede the

prior application. Fig. 4 shows an example of this.
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Later Application

(claiming the priority)

Claim A2 (process)

descr iption of'
I ,. product

and of process for
II manufacturing it

I\Claim Al (product)

Prior Application

(the basis for priority)

description ofr '<0'00'

Claim Al (product)

In the situation when a doubt arises as .. to whether the

d~scription and the drawings of an initial application are

sufficient for those skilled in the art to practice the

invention, and when it is .considered likely that a corrective

amendment would be rejected on the grounds that it would

c:hange the gist of .the invention, a La te r application with

supplemented subject ma t te r can be filed claiming the

internal priority of the priorcinitialcapplicatipn. If the

Examiner allows. the benefit .of the claimed priority, the

filing. date of the prior application will be lawfully

applicable to the later application.

In a similar si-tuation,. if errors are found in an

initial application and is considered likely that a

corrective amendment would be rejected on the grounds that it

would change the gist of the invention, a later application

priority of the prior initial application. Again, if the

claimed priority is allowed, the later application will have

as its· effective filing date the filing date of the prior

il Other

Fig. 4



application.

In this connection, the previous Arts. 53-4 to 53-6 of

the Patent Law have been rescinded,al1dthe system to allow,

after the rejection of an amendment to anapplicat:ion, the

back-dating of a new application for the invention with the

amendmentincorporat:ed to.. the date the amendment was first

submitted, has been abolished.

V. POSSIBLE IMPACT

Now, the possible impact of the new system will be

discussed.

A. 'l'he internal priority system aims at solvingoutst:anding

issues in connection with the Patent Law, and it offers

measures to acquire broad andextensiveprotec'tion for

inventions. Under the current first"tci"file system,

applications for new developments andimprovemellts are filed

one after another as the relevant technology advances. In

prove. to be signif icant.

The new system also allows the adoption of a more

organized general patent strategy, .and it is considered

likely that this will influence the future course of research

and development for technological innovation.

B. The new system will allow Japanese nationals and

residents to file Japanese"applicatiO'ns l.nco r porat Lnq

developments and improvements, claiming one or more

priorities in a similar manner to Paris Convention priority

to acquire a patent ofthesame"s'c::ope:as 'fhaF6£aco'!1Vent::l0!1

application' unde,rthePari's convenc i on ,

-243-

-.



-244-

in an, increase in the number of PCT applications filed by

Japanese applicants,

'But some people foresee that the' over al'1' number of

examined applications will notcje,cr!"ase s ub stan t LeLl.y, due to

an increase in the rlumberofdivisional applications. It is

thought to be likely that, when a later priority~claiming

can be replaced bya single

This replacement will reduce the

and the financial expenditure for

permit a Japan-designating PCT

priority of a prior Japanese

It is believed that this will result

C. The new system will

application in which the

application is claimed.

D. Related applica~ions

application filed later.

burden of file'management

requests for examination.

It is' true, however , that, prepare t i on iofrp r-i or ity~

claiming applications will increase the burden on the

applicant. The applicant's responsibility is particularly

increased because , if a later priority-claiming application

fails to cover some of the matter wh i ch was disclosed, in the

prior application, the prior application (being deemedves

wi thdrawn) will not be available later ~o defend such matter

against .anothe r. party's application.

E. The, Lace r ,priority-claiming application, with a well

drafted specification made at leisure, when publ.d s hed , wilel'

be a worthy source of technological information., This will

facilitate, pa t.ent; searches" and also examination.

F. A priori ty...claiming application may take, somewhat longer

for examination. However, due to a possible r educ t i on in ;the

total number of applications for which requests for

examina tion are filed, t he overall tim!" .pe riod elaps ing from

the filing date to the end of examinatinnmay in fact be

somewhat reduced.



application with-broad claims is found0not to meet the

requirements for patentability and'is'rejected~ the "applicant

will seek patents for morerestticted claims by filing one or

more divisional applications. This argument seems fairly

convincing i beca.use the new', internal .pr Lor dt.y system will be

used in Japan for relatively important inventions; The

applicant will naturally prosecute his application as

diligently as possible, and in the worst case will revert to

filing divisional applications.

G. Determination" of the benefit o frthe priority claim will

be made by the l':xaminer iC,required by the publication dates

of the citations. When the date of a citation falls-between

the filing date of the priority-originating priotapplication

and the filing date of the later priority-claiming

application, then the l':xaminer will consider whether the

claimed priority right is admissible or not. In this

situation, it is hoped that the l':xaminer will discuss in the

Office Action the merits of the inventiv. step of each claim
as against the citation.

If nothing is cited by the Examiner, then the priority­

claiming later application will be granted without the

consideration, by the Examiner, of the benefit of priority

right. Of course, a third party may at a later stage raise

the question as to the benefit of priority right.

H. The internal priority system permits different priority

dates for the various claims of a single application.
However, in the case of an appeal for patent invalidation,

,the invalidation of a claim will render all claims dependent

upon that claim invalid -this feature of the present system

r"m"in" U1Jc:.hMged.,

In conclusion, the introduction of the internal priority

system is significant. It will give a chance to the
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applicant to acquire extensive patent protection for the

results of rapidly growing R&D activities. It is considered,

therefore, that the number of Japanese internal priority

applications will become comparable to the number of U.S.

applications filed by Japanese applicants, when the system

has reached maturity.

Reference:

"Report on Law Modification in accordance with the

Reform of the Patent Cooperation Treaty (PCT), and on

the New System. to Promote the Use of the PCT" (in

Japanese) of the Industrial Property Council, November

29, 1984.
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APPENDIX. COMPARISON OF PRIORITY SYSTEMS

Japan U.S.A. (CIP) Priority Right under
Paris Convention

1. Prior Application Patent
Utility
PCT

Model
Patent
PCT

Applications in member
countries (Patent, Utility
Model, PCT, EPC)

2. Prior i ty period 1 year Any time while the
prior application
is pending

12 months

4. Inventor (5) of pr ior
application and later
application

Lat:erapp'rlcation

No reglliation No regulation

Applications in member
countries (Patent, utility
Model, PCT, EPC)

Patent
PCTModel

Patent
Utili ty
PCT

3.

I
'".....,
I

5. Requiremepts of the
prior app;I.ication
for pr i o rd ty

-Mus be pending
-Mus be first'

app ication '

-Must be pending
I -CIP of CIP is

available

-Must be due application

-Must be first application

6. Multiple Claims of
the same ~riority

Available Available Available

7. Withdr awa'l of
pr ior i ty'claim

Available (priO,', r l~see,m,s
app.Li cat.i on csur.v.i ves. ",: ."
if priority claim is
withdrawn within 15 months'
from the prior! applicat­
ion's filing date)

possible No provisions

I'

'In



I

'"..cc
I

. . .

P~iority Right underJapan . U.S.A~· (ClP) Paris Convention
. : .

8. Effec: t of il?tior i ty Benefit of A sort of benefit Benefit of priority right
claim priori ty right of~riority right

. .
.

9. lnfluence,on prior -priorappliqation None None
applicatiqn considered becoming

withdrawn after
15 months from its
filing date

.
10. Claiming 6f Available Available Available

Multiple priorities!
Partial priority

..
. .

ll. Comblnati6h with AvaUable Available --
priorityllnder
Paris Convention

12. PrOcedures Claiming priority Claiming priori ty procedures as
and identifying and identifying provided for in
prior application prior application Art. 4D of Paris

conve nt ion
' .. . .

. • .



U.S.CIP·PRACTICE: A FLEXIBLE HEANS TO PERFECT lOUR PRIORITY CASE

ABSTRACr

Continuation-in-part (CIP) applications in the United States. Patent and

Trademark Office (PTa) .provide an excellent vehicle to perfect apriority

.application·prior to international filing. Recent changea rLniUvS; law

have made' the ".<practtce even .mor-e attr-aoti va , since fill'ng dates are

more easily obtained, and : applications may be more easily combined.

Care should be exercised In filing CIP applications in response to PTa

rejections. CIP practice. when used in connection with tMPatent

cocper-et i onrr-eatyv.can lead to moreunlformworldwlde'patent pr-otect.Lon ,

Lawrence T. Welch
ThE'! Upjohn CCanpany

-,
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U.S. CIP PRACTICE: A FLEXIBLE MEANS TO:PERFECT YOUR PRIORITY CASE

and 120.

These include 37 CFR 1.53(b) and 37 CFR 1.21(1), as well as

-250-

These changes include 35 USC 103, 116, and 120 and were the
result of PUblic Law 98-622, The Patent Law Amendments Act of
1984.

is common to each application; and

obtaining an oath or declaration of the inventor;

different inventive entity, as long as at least one inventor

In Japan it is apparently possible to file additional appli­
cations on novel, related, potentially "obvious" (I.e., lacking
an inventive step) subject matter prior to the publication
date of a first application, thereby avoiding any prior art
effects from one's own prior work. This would include that
oroovor-ker-eortne same assignee. However, these applications
are'generally not- combined as in a CIP.

(2) Claim the benefit of a previously filed application having a

•

(1) Obtain a filing date without paying a significant fee or

INTRODUCTION

international filing under the- Paris convent ton, However, recent

The Uni ted States' . practice of allowing cont tnuat Ion-Ln-par t (CIP)

appj Lcat Ions , . which has no precise counterpart in Japanese or major

U.S.practrtionersto perfect their priority application prior to

European patent systems', has . always provided a good vehicle for

have: 'greatly 'expanded theusefulnea5 of this practice. Because of the

changes in u.s. law, it is now possible for U.S. patent practitioners to:

statutor-yZ and regUlatory changes a 10 U.S. patent law and procedures



U.S. CIP Practice -2- 1985 PIP A Congress

(3) Combine the work of several inventors working in related

areas In one application which can 'be prosecuted 1n the

u.s. and i nt.er-nat fonaj I'y ;

The present paper will focus on the use of elP practice In view of the

recent changes in U.S. patent law. An illustration of how a patent

department of a U.S. cor-por-at t on might 'make 'use of these"procedures

will be given. Finally, some caveats regarding the legalsignificarice

of CIP practice and new matter rejections will be set forth.

CIP PRACTICE DEFINED

The U.S. Patent and Trademark Office (PT()) defines a cont'tnuat tori-m-

part as a second application filed during pendency of an earlier appli-

-cat i on .--,and"t1 repeat-i-ng-"'5 ome-n-subs tan t-Laf"portton-"'or ·'alT'-'of-the----earl'ler

application and adding matter not disclosed In 1l the earlier application. It

The statutory basis for continuation-in-part applications is 35 USC

120. '

§120.

e

PreviouslYj'the requirements 'were that

Mahw>1ofPatent Examinihg Pr-ocedure , § 201.08 (5th ed , 1983).

The current text of 35 USC 120 reads as follows:
Benefit of earlier filing date in the United States

An a.pPlication for patent for an \nv~nHon diSClo~edl.n the manner
proviejed b~ the first paragraph ofse~ti0!l 112 oftt)is title in an
application' previously filed in the United States, or as' provided by

"8e'6n'oh""363,"~6r'thiS"'.'tltfe';'wfirch"Ts" 'f~1';d;'6§"Ciln"'rnven"for""'or····inveri£o;;s

··named "in .the previouSly fi1edapplicatiOn; snap have the' same effect.
as to such invention, as through filed on the date of the prior appli­
cation, if filed before the patenting or abandonment of or termination
of proceedings on the first,apPlication, or 0l1. ,an::,ClPI:qlcat~lon similarly
entitled to the benefit of the filing date of the first application and
if it contains or 15 amended to contain a specific reference at the
earlier filed application.

~251~



U.S. ,CIP Practice 1985 PIPA Congress

(1) the oont.muat.Ion-Ln-par t Tcj p) application be filed while the

,previous application is still pendl ng ,." and

(2) the inventive entity of the previous,application be the same

as, the tIP. 7

Np;.-.' "the application .need only ber ileci.bY,an"Jllventor or inventors" named

ill the pnev t ous appt t cat i on.,"

Traditionally, elP practice has been used by patentees when new research

uncovers significant improvements in the invention,Mhiqh might,broaden

the scope of embodfments claimed. Often, these CIP's were filed more

,than a year after theoriginalU.S. filing. ,CIP's filed .t n this instance

• Reference to the prev.1ousapplication needs, to be set f,orth
in the CIP. A later amendment for this purpose is acceptable.
See 35 USC 120, supra. Further, the courts have allowed
l~beral_correqtl,o,nof f~11ur:'e"t() ci~~,_,al1 pri,or:':appl1catlons
through rei ssue. See, Sampson v. Comr. of Patents, 195 USPQ
136 (D.D.C. 1976).

7 This requirement derived from the language of §120 prior to
the last amendment which stated that the previous application

._"{"'" ;",,"~-'~13:~~~,q,_~p> ,'b~ ::,~ ,~_l ~e,~;,,:, 1:I~y_. :~~,,~:,:~T~,,;::~ ~Y,::~7:"C)l~,.,,'I,,:,~,?2Tl;~,tlon,-O~
o' errors In°,fesfgii,,Hng lnventorshlp' iii a crp C;in relate back

to the par-ent , ': ho~~ver,se:13_' :,~,.g., lore Schmidt,,_, 293 F.2d
274, 130 USPQ 404 (CCPA 1961l.

" Se,e,3sUSC120 supra, and 37 CFR 1.78(a).
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be filed in each instance; This ihcludedadeclarat16n or oath and a

-253-
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In light of these developments,the U.S. continuation-in~partpracUce

competLt ron in high technology industries 'becomes more 'intense, the

However, aathe pace of technological advances quickens, and international

first -to Ttle.' Therefore,' for mult Inat'fonaf" coofpa'illes,ft"mUst:be

U.S. CIP Practice

need for an early patent application filing datebecom'es more 'important.

OBTAINING A FILING DATE FOR $100.00.

if they only have the right to market it. in the Uriited States .

research and development expense necessary 'to: hrlhg' a "pr6ductt:c) market,

oons t der-ed 'a,f1first-to~file world, II since few 'companies can'afford the

the important patent systems of Japan ahd'Europeaward 'patents' to 'the

• 37 CFR 1.53(b) reads 'as fo1l6ws:
(b) The filing date of an application for patent is the date on

which: (1) A specf r Icat Ion containinga'd~$criptionpursuantto §1.71
and at least one claim pursuant to §1.75; and (2) Any drawing required
by §1.81(a) are filed in the Patent and Trademark Office in the name of

perfect the priority application prior' to international filing.

becomes mone u mpor-t.ant as'a,tool,·to obtain an- ear-Ly priority'date, and

wouldnot, of 'course ~ be:useful as' apr-tor-t ty' application for tnter-nationat

Under traditional CIP practice, a complete U.S. application needed to

WhiletheU.S. patent system avar-depat ent.e tathe fIrst person to invent,

filIng under the,",Paris Convention.



wblch could be claimed in the subsequent t nt.ennatronatcconvent ton

is-thereby- obtained."

declaration and filing fee. The retention fee could be paid for the

1985 PlPA Congress-5-U.S. ClP Practice

patent application can be quickly filed with the U.S. Patent and Trademark

The. advantages of obtaining a filing .date in this manner are ,apparent •

.. See 37 CFR 1.21(1) A recent proposal to raise this fee was
dropped by the U. S. Patent and Tl"ademark Office (PTO) after
objections by the Patent Bar.

A succession of oaees may be fl1edwl thout fee or oath or
declaration in tnt e manner ; __ .aeTong as .tne retention fee for
each is paid and a filing fee and oath Or declaration is
.ultimat~lyriled ina ClP application claiming their benefit.

the actual inventor or inventors as required by §1.41. No new matter
may be introduced into an application after its filing date (§1.118).

application, is thereby obtained.

the oeneri t of the prior application. As long as the r-et.ent i on fee of

invention. After. further research and development, aClP application

can be filed at a later date, or a ClP application can be filed claiming

including at least one claim. The filing fee and,oath or declaration

~254-

p,evious· application and, in this manner, anearly·U,S; filing date,

can be filed, claiminp; the benefit. of the first case, with an oath or

$100.00 is paid," the benefit of the filing date of the prior application

filing .date for a U.S. application on the filing of an application

Office ( PTO ) without perhaps exploring all of the parameters of the

When at least cmeoperattveembodiment of the" invention Ie devejoped , a



COMBINING APPLICATIONS FOR MAXIMUM ADVANTAGE

previous application would have no prior art·effect.

would be abandoned." Because of·a change to 35 USC 103, if the i nventi ve

1985 PIPACongress-6-

Howev4r~u.S.' pr-act I t i oner-s- were" 'th~n~'forced to -pr'()~t:k:ute
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Note thH if the earlier application issues as a patent, it
becomes prior art under 35 USC 102(e).

potential problems do exist. For example, if the early priority appli-

cation in Japan is published prior to the second filing, prior art

It:-has been af-air-Iy common practice for U.S. patent practitioners to

entity is the same,or if all of the·inventors·-had the same asafgnee , the

there is the possibility that the.applicant's own prior patent application

the applicant in Japan and Europe can be the oorpor-atevaestgnee of the

inventors.

can be used as inventi ve step-type prior art against the later application

even if the prIor application has not yet been published.

Japan and Europe have long had a philosophy of· early filing, although

Generally, under the U.S. practice descr-t.bed above', the prior-application

const et.ent with their f1r'st-to-filesystems ,'patent pract I t toners ,,;,rn

U.S. CIP Practice

application for Japanese and European filing. This is possible because

matter which is filed in separate U.S. applications into a single

combine the work of,two:or more 'Lnverrt.or-s working on reI'ated subject

-obviousneee or invent! ve step-type problems may be created • In Europe,



co-wor-kerc, which ,~s, not generally available to those of ordinary skill

Obvious. The recent amendment to 35 USC 103 added the following regarding

1985 PIPA Congress
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a contribution to the subject matter of every

See 414 F'.2d 1216, 111 USPQ 118 (CCPA 1913)..,

in the art, might nonet.hel eeavbe used to render the clai-med invention

also .par-t t a ILy. overcomes a uniquely U.S. problem sometimes referred to

it does nothing about. the prior artwhiah. might be generated through

asUsecret prior- art)1 Under In reBass'" the work of .an inventor's

subjeot mat t er- devel oped by another person, whiah qualifies
as prior art only under subsection (f) or (g) of section 102
of this tUle,shall notprealude patentability under this
section where the subject matter and the claimed invention
were I at the t.Lme the t nventron ,was made , owned by the. same
person or subject to an obligation of assignment to the same
person.

the, prior art effect of thewo~k or coworkers:

these applications together in the first i natanoe , A change in U.S. law

applicatlon,even in the U.S. Further, it would be possible to file

is now po s s i bLe to combine the work of·sever,al inventors In,one

Now ,under recent statutory changes to 35 USC 116 " and 35 USC 120, it

., The salient portion of 35 USC 116 as amended reads as follows:
When an invention is made by two or more persons jointly, they

shall apply for patent jointly and each make the required oath, exaept
ct.her-wt ae p;rO)'Hlea in this title. Inventors may apply for a patent

(1) did not phys i ca l Ly work together or at the

While this overcomes the secret prior art problem regarding co-workers,

!J•.S•.CIPPractice

wor,king for, differentinsti:tutions would not be under: a common .ob'l.Lgat.Ion

consulting arrangements with untver-s t ties and ,the like ," since persons
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In any event, theefrectbf all these statutory
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See, e s g ; , Wegner, "Group Inventions ",As- ..,JoLnt .. --Inventi-ons
Under 35 USC §116 and §120 of . the New 198~ Law." a Plenary
speech to the Spring 1985 Meeting of the American Intellectual
Property Law Association, reproduced irlJlIPLA Selected Legal

. Publications (1985).

••

pharmaceutical 'industry 'for illustration -pur-poses , but the 'pr-Incl pl ea

filings, the number of applications passing to issue may actually

of applications filed in the U.S. may increase, due 'tb'-s'uc(h~n3s1ve

to claim the benefit of several pribrapplications. While the number

Int.er-nat.Ional.r count.er-par-ts of or-l gInal I'y filed u, S. 'patent appl Lca t tons

Clearly, then, the effect of the Leg i al at I ve changes will mean tlla.tpatent

changes will be that U.S. practitibnerswill be combining sub'j e c t

to assign to the same corporate assignee. A number of other questions

are ,raised 'by this st'atutorychange', whIch are beyond the scope 'of the

present paper .'~

TypicRlly, in a research based company~ development of newproductb may

proceed along the following Lmes , The followIng example will use the

set forth would apply to mostotherindustHes as well.

U.~. CIPPractice

CIP PRACTICE IN THE CORPORATE SETTING

'pr1oritres 'hav trig -diverse', i nvent i vevent.Lt.Les , will increase.

-app l t ca t IonaLn the U.S. will become' mor-ericmpl.ex , and mor-e Lt kel.y to 'have

·'matter muon-mor-e frequently.

:Joint. -inventtveentlttes. It will becomeimore andniore'common for



the novel formulations of these compounds. Under the practice described

Under prev,lousU.S.-.practice, three or more separate patent applications

1985 PIPACongress-9-

Those .familia".with the pnar-maoeut.toar industry understand
that in most casee, the research program described in this
theoretical example would take place over . ·several years.
However. so much of this program as was" cOmpleted in a year
could be filed in one cas e , In a year's time, several patentable.
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the chemically modified versions thereof; and 0 andE's application on

application on the new use of known compounds; Band C's application on

for thesompany.

are particularly appropriate for these kinds of compounds. Finally,

cat Ion might be filed on the new formulation. If this activity takes

novel compounds. ne,:er havIng been pl"evtously disclosed. Other scientists

disease syndrome in an animal system..While this compound was previously

(0 and E) at that company discover that certain pharmacological carri.ers

known, this use was not. Other scientists (B and C) employed by the

U.S•.CIP Practice

one compound and a ,partlcula~ carrier Is c~osen as a product candidate

above, a better approach might be that an application be filed on· the

A scientist (A). employed ror- the drug company discovers that a chemically

sizing mor-e stable. an"locs of this compound. ·These stable analogs are

same company examine the biolocically modified product and begin synthe-

would need to be .filed, with each separate inventive entity: A'S

new IJ5e of the .knovn compound Lmmedt at.ej.y, aodas further novel chemical

moctr ted versIon of a ,nilturallyoccurrlng,-,prqductprevents a particular

embodiments are found. new applications are filed. Finally, an app l I>

place',"wtthin a",,"year',',Ii"'all



THE USE OF CIP APPLICATIONS TO OVERCOME NEW MATTER REJECTIONS: A CAVEAT

held that the filing of a continuation-in-part application in response

1985PIPA Congress-10-

751 F.2d 1226. 224 USPQ 418 (Fed. Cir. 1985).

The last CIP application could be filed under the Patent
Cooperation Treaty (PCT) and thus the U.S. and international
filing is completed with one application. See PCT Rule 4.14.
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developments would likely be generated in relatIon to one
project .

740 F.2d 1573. 222 USPQ 833 (Fed. Cir. 1984) •

.,

..,

was not supported by the disclosure was 'an'admlss1orithat' the previous

to a rejection under 35 USC' 112 that the proposed amendment represented

the patentee from later arguing cturinglldgadon that. the new clarme

In Pennwal t Corp. v. Akzona J.I • the Court of Appeals for the Federal·Cireui t

single cont tnuat ton-Ln-par-t appl Ioat Ion , naming inventorsA-E, which

were entitled to their initial filing date: In a SUbsequent. decision

the newclafms as 'arthe t nt tial fil log date. This' acqu iescence barred

Inc. v. A. O. SlOi th Corp.... the Court lOade clear tha t tl1enilng>cif a

U:S. CIP Pract ice

OfP creates no presumption that the prior application was 'i'risufffdient

under 35 USC 112 where the filing is not in response to a PTO rejection.

application did not fUlfill the obligation of 35 USC 112 with regard to

;"inightthen be used forinternattonal filing under the Pari s convent ton;> 7



U.S.CIP Practice -11- 1985 PIPA Congress

Therefore ,the, prosecution history of the parent application must be

carefully analyzed before a CIP is filed. Under ehe practice suggested

above for perfecting priority applications, this will seldom become a

problem t since a first office action wilL not have .been rece! veo ,

CONCLUSION

U.S',eIP .pr-act Lce , particularly in view of the recent, statutory, and

regulatory changes, represents a sIgnIfIcant aid for U.S. companies

,seeking to remain competi live in the t nt er-nat tonaj hightechno~ogy

fields. In a first to fileworld,continuation-in-part practice, when

used effectively I brings the U.S. In, line wi thpatent- practitioners in

Europe and Japan. By using these combination applications "for, inter­

nationaL filing, and employing, the Patent.Cooperation Treaty .andzor- the

Eur,op~an Patent convent.ton , 180re uniform .Internat tonat patent protection

is obtained.
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Current Situation of Legal Protection for Computer Programs in Japan

Japanese Group, Committee No.1

Yutaka Yaguchi (Toshiba Corporation)

1. Introduction

AtP:rPA I S general meeting .of last year,' the Japanese members presented

a paper titled "Current Situation of'Legal Protection of Computer

Program in Japanll and reported 'on the two approaches to legal

protection that were developing in Japan at the time. One was a

proposal by the Ministry of International Trade and Industry (MITI)

and the other by the Agency for Cultural Affairs. MITI's proposal for

establishing a Program Rights Act as a separate legislation was built

on the argument that, because of its uniqueness J computer programs "no

longer could be adequately protected by,;,theframeworkofexisting law.

amendment of .the Copyright Law would suffice. This suggests that

although systematic protection through-the-Patent'Lawwas in ;the

process of being established at the time J protection of computer

programs per se in Japan was still in a "state of f Lux'",

This' report will- Lcokrvati-t.hcw, the situation changed since the last

general meeting 'of PIPA from two aspects; one, legislative

developments and two, developments in legal judgements or decisions.
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2. LegislativeDevelopments

Since early 1985, some sensational developments in u.s. have been

reported in Japanese newsp~pers. The first was the International

Computer Software Protection Act of 1985 introduced by Senator Frank

Lautenberg. As you may know, this proposed legislation included two

major points, one of which was that U.S. will not extend protection

under its Copyright Law .to countries that do not have copyright

protection for software. This created a great de a L. of interest in

Japan.

Secondly, in their evaluation of the competitiveness of the U.S.

software industry which was published in December of 1984, the U.S.

Department of Commerce argued that the lack of software protection

constituted a trade barrier warranting some rataliatory measures.

In addition , .ther e we're tmany detailed t-epor-t svon the interaction

between the Department of Commerce and MITI indicating that software

"pror ec t i.on was considered to-be one cof t.hermoa t; urgent Lssuea- Invclved

inU~S.-Japan trade frictions.

On the other hand, many participating countries indicated their view

at the joint conference of WIPO and UNESCO held at the end of February

of this year', that 'computer: programs -should-be protected und-er the

Copyright Law for the time-being.

Under these circumstances, on March 16, 1985, MITI and the Ministry of

Education agreed to partially amend the Copyright Law incorporating

MITI's proposals in the amendments as much as possible. The Ministry

of Education. and the Agency for Cultural Affairs, in accordance with
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the agreement, expedited the drafting of the: propos ed amendments which

were introduced to the Diet on April 11 following the cabinet,
decision. This legislation passed the House of Representatives on May

23 and the House of Councillors on June 7, 1985. The law was publicly

promulgated on June 14 and will take effect as of January 1, 1986.·

3. Outline of the Bill for Partial Amendments to the Copyright Law

(Law No. 62)

This proposed legislat-ion has as its aim clarification of the

protection for program works under the Copyright" Law', and the revision

of regulations in line with the specific requirements of computer

programs. The ~hanges include the following aspects.

(1) Clarification of 'P'rogr am Protection

Addition ofArticle2"Patagraph T, 10~2. A'program La-de f i.ned

as "an expression of combined Lns t ruc t ions given to a .compu t e r so

as to make it function .and obtain a certain result J'

Article 10, Paragraph I. "Program works" is added to the list of

various works. At the same time, it limits the extent of

protection to "program vcr-ks " by stating t'ha t "Lt will not extend

to .any programmdng LanguagevrruLe. or algorithin us'ed fcr unak i ng

such works. II

The 'definition 'of vt he above mentionedl;'prograJrillis· t:obesimilar

ro vthat; .of ',Art Lc-Ie ,,-101' -Ln -t he -'U ~-S ~·>'e-opyr ight- -Lac ,' However,

giving an express provision -to : excltideditems makes-clea-rer the

ext-ent of pr~gram protection.
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(2) Revision of the Regulation for Works Made an the Course, of One I s

Duties

Article 15 - As a definition of authorship, our Copyrihgt Law has

so far required, in addition to the "works made in the course of

one ' s du t i.e s" as stipulated in the U.S. Copyright Law, a

condition that it "be made public under the name of some legal

person, etc.) as the author". However, in this amendment,

"except a program work" is added and therefore excluded from the

said regulation,thus corresponding to the requirements' used in

t he program Lndus t ry at the time of o f f i.c i.a Lcpub L'i.ca t i.on ,

(3) Changes to the Right of Preserving the Integrity

~rticle 20) Paragraph II is added. Of the Moral Rights

stipulated in our Copyright Law) the provisions concerning the

.r i.ght; to preserve the' integrity have always been criticized as

being inappropriate for works .such as computer programs which

require constant mod i f i.cati i.ons , The new amendment, -t aki.ng this

criticism into consideration, excludes "necessary modification"

such as improvements' in the program from the object of the

preservation of integrity provision.

(4) Changes to the Right t.o- Rep r.oducevbyvthe Owner oia 'Copy of

Program Works

a .copy of -a pr.og'r amrwor'k ccan uaake copies or adaptations of the

work if : and to the extent -deemed necessary for -the use of that

particular program. II This limit:sthecopyright from 'the .po Lnt; of
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securing fair utilization of the program. This~corresponds to

the Article 117 of the U.S. Copyright Law.

(5) Regulation for the Use of, Program Works

Article 113, Paragraph II is added. WIPO's Model Provisions and

MITI's Program Rights Act both acknowledged the right to use

program,works as an independent right to the same extent that

making copies was regarded as a right. However, in these

a~epdments,this right is not included.

However, by adding the provision that "an act of using (a copied

program work) in a computer, in the conduct of business J shall be

considered to constitute an infringement on that copyright so

long as a person using such a copy is aware of such infringement

at the time when he has acqu i.r ed title to use this copy;" it

claims that the Copyright Law covers uaage c.of prcg r am. works under

(6) Registration of the Data of Creation

Article 76-2 is added that lithe .autihor of:aprogram work may have

the .de t e ,0£ creation of his programworkrreg i s t ered within a

per-Lod.cof six 'months following the creation of that work'." And

i.tca i.ms to protect the .. authors by .pr esumi.ng that the: registration

date is t.he date .cn which: the work was created.

in this Section, matters relating to the registration of program"

works sha.ll be provided for by another law J II thus leaving the

details ~f registration undealt with in these amendments.
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(7) Effective Date

As I indicated earlier, these amendments are to become effective

January 1 of 1986, except for regulations relating to

registration which however will not become effective until the

above mentioned lI anot her lawll becomes effective.

I have listed above the revisions included in the proposed

amendments. As.you can see., some items discussed in 'MITI's

proposed Program Rights Act such' as the 'shortening "of vthe

duration of protection and the introduction of an arbitration

system are not included in these amendments.

4. Development in Legal Judgements of Decisions

After the report was made last year, "ther-e have been two judgements

made vsi.mi.Lar to the ooeof December ofi , 1982, -by the Tokyo 'District

Court in the case of Taito vs. ING Enterprises, which is regarded to

be a leading case. Although only on a district court level, there is

other evidence in addition to the above, that the courts support

copyright protection for computer; programs. The" two judgements I

mentioned ar-e; the judgement given by- t he Tokyo District Court on

March 9" 1985 in the case of Namco Corpc c vs; TIM Corp. 'and by the same

court on-June- 10; 1985 in Namco Cor-p'; -» .:'Arrow- Electric 'Company • In

these cases) as in the leading case ~ the defendants mechanically

removed an object program out of the plaintiff's game machine

ROM and put it in their own video game machine and sold them. The

court upheld that the source program is covered by copyright, using

the rationale that since the object program is a copy of a source
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Based on the Berne Convention, the duration stipulated in the new

bill is fifty years following the death of the author or the

making public of the work. However a long duration such as 'this

gives too much protection for the authors and will inhibit the

deveIopmen t "and

consequences for the future of the computer software industry.

When we look at the issue of "protection, I recognize two points that

will greatly affect the development of the software industry.

As I have indicated, the 'protection of computer programs in Japan will

be dealt with by the Bill to Partially Amend';the:Copyright<Law.

However, as was pointed out last year, we should pay attention to the

fact that the cases invQlved here are almost without exception

straightforward cases of pirating, and. a.Lsor t.hevfa'c t; that these

rulings are limited to video games and do not address problems for

various computer programs being mass produced and sold in the

industry.

(1) Duration of Copyright Protection

program, copying without t heiau t ho'r Ls permission is an infringement of

t he ucopyri.ghti.tof the 'source pr ogr amv Lnv.addi ti.on., these judgements

claim that the pictures of video games can be protected as

cinematographic works as well~

5. Conclusion



Therefore, the term .of protection for .progxam works-should be

dec i.dediae par at e Ly f'r cm.iot he r. works, considering the balance of

interest between, the authors and the users. For example, in

France, it is reported that the duration-stipulated in the

Copyright Law for computer software has been shortened to 25

years effective as of January 1, 1986.

(2) Procedure for Registration

These amendments stipulate that the details of registration will

be dealt with by "another law" which has not been made public

yet. But in order to avoid overlapping investment in the same

project and to promote the circulation of developmental results,

registration accompanied with publication of the outline of a

.pro j ec tv t o-it he extent it will not jeopardize proprietary

information" s hou Ldr.be required.

Thus the issue of protection for computer programs in Japan saw a

certain amount of progress but there are still unanswered

aspects. We intend to continuously monitor future developments.
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Richard B. Kegley
FMC Corporation

Augus t 27, 1985
PIPA Committee No. 2
Collaborated RID Works

Research joint ventures or collaborations, like so many other activities
in which U.S. firms become involved, must pass muster under the U.S.
antitrust law. Three basic questions must be answered: (1) will the
joint venture lessen existing and potential competition between the
participants, including competition in research; (2) will unreasonable
collateral restraints be imposed on the parties; and (3) will limitations
on participation in the venture or access to the results create or abuse
market power by the venturers? (i.e. is it an essential facility which
need be open to all on nondiscriminatory terms?)

There are, unfortunately, no clear guidelines or precise legal standards
by Which to judge the answers. A "rule of reason" standard applies to
the joint venture itself; see Antitrust Guide Concerning Research Joint
Ventures, U.S. Justice Department, November, 1980; National Cooperative
Research Act of 1984 (In addition to codifying application of the rule
of reason to R&D ventures generally, the 1984 Cooperative Research Act
provides for award of actual, ra~her than mult.iple, damage if notification
of the venture is timely filed with the U.S. Attorney General and the
FTC)~ The facts are all important; U.S. v. Penn Olin Chemical Co., 378
U.S. 158 ('64); Berkey Photo, Inc. v. Eastman Kodak Co., 603 F2d 263
(2nd Cir '79); U.S. v. Automobile Mfs Assoc .• 307 FS 617 (CD. Cal '69).

The structure of the market (is it concentrated or populated by a small
number of firms); the size and posture of the participants (are they
dominant; competitors); the nature of the. research; (is it developmental
or applied rather than basic); the justification for the joint effort
(would or could the participants undertake the research independently);
are there significant entry barriers to the industry; the scope and
nature of the joint venture (does it extend to manufacture and marketing
or a diverse product mix) - affirmative answers to these questions are a
warning sign that the joint venture agreement itself may pose antitrust
concerns. Research joint ventures involving U.S. and foreign entities
are wi.thin the reach. of the U.S. antitrust law; see, for example. Antitrust
Guide For International Operations, March 1, 1977 Revision - particularly
case 0 (while somewhat outdated due to the current level of attention to
market economics, the statements of principle of the Guideline remain
relevant, except for occasional misconception of patent laws).

While collateral restraints which unreasonably restrain competition may
not necessarily rule the research project itselfunlawful,they can in
themselves be improper; e.g. where the primary purpose is to fix prices
or divide markets. Collateral restraints reasonably related to legitimate
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August 27. 1985
PIPA Committee No. 2
Collaborated R/D Works
Page 2

joint research are also judged by the "rule of reason". i.e •• a~ethey

reasonably ancillary to a lawful main objective. limited to the scope
and time necessary to achieve the objective. and notpartof,a scheme to
restrain trade. '

The important business issues which must be addressed in each resear&h
collaboration agreement include the rights of the parties in the fruits
of the effort and l~ter improvements suggested by or derived, therefrom.
the extent of the background or previously developed technology to be
exchanged. confidential ityrequirE!!IIents and access to blocking rights
owned by .the participants Which ,c()uld prevent or b'lockexptof tatton of
the results by other participants. These are nOrmally col lateral to .the
objective and legitimate areas for the, imposition of reasonable restraints.
They should be clearly resolved in the agreement to neutralize any
distincHol1s in the laws of the States of the particip~nts.

Title or rights in patents and tradesecrets are preferrably a.llocated
based on product line considerations orithe historical marketsof the
parties. Distribution of these property rights predicated on the creator-is
employer is usually ill-advised as this may dampen the free exchanceof
tnforaation necessary for success of theProjE!ct and, SO\'l fer,tileseeds
for future disputesoninventorship. , Further. it frequently occurs that
but for the disclosure of technicaJ information by one,particiP~Dt.tM,
other participanf's empfoyees~I'iQl.Ilil rio}haveconc::eivedacri£.ical .advance
in the ,art. '

Where there is an, overlap or commonality in product line and historical
or potential market involvement of the participants. the patent and/or
trade secret ownership decision is best mitigated by the grant of appropriate
license rights to the other participant(s). This is particularly - if
not necessarily -so if the participants are leading firms in a given
relevant market. Patent ownership is. of course. not the only key; e.g.
a patent owner and a non-exclusive. royalty-free licensee having the
right to sublicense stand in essentially the same shoes. Thus. a properly
structured collaboration agreement should address title to patents.
etc .• licenses thereunder. access by non-participants. and royalty or
other payments ,ina manner, calculated to satisfy the reasonable market
interests of the participants and to provide a,vehicle ,for access by
non-participants to the extent such is. or becomes. appropriate.
Col1aborationori,future decisions effecting further non-participant
licensing'shouldbeavoidedas'shou1djoint ownershlpofpatel1ts;

RBM/jp
A-30.31
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Joint Research and Development of New Technology

Japanese Group, Committee No.2
Sub-committee No.3

Toshikazu Yoshikawa, Nissan Motor Co., Ltd.
Minoru Tahara, Fuji Heavy Industries Ltd.
Akikazu Doi, Nippon Kokan K. K.
Iwao Seki, Mitsui Engineering & Shipbuilding cov , Ltd.

Speaker: Katsuhiko Shimizu, Ebara Corporation

Abstract

In joint research and development of new technologies and new
materials, it is essential to distdbute the load of investment
and risk and .to complete the desired developmentln a reasonably
short time. Generally, in the present cultural and business
climate, it is believed that achievemen,tof' fruitful results
will be ·facilitated if the joint development coinbinesan inge­
nious new technology and/or new material of a U.S. company with
a product development or production technOlogy of a Japanese
company. Depending upon the form of joint activities such as
joint venture, development association and involvement of, indi­
vidual paticipants, many questions should be anticipated as to
how the fruits of the joint activities should be utilized. If
the fruits are utilized by individual participants, it is a
common [)ractice 'among Japanese companies to agree in advance
that the profits should be shared equally by each participant
whose actual contribution to the joint effort would not be
foreseen. The access to the background technology owned by the
other participant must be taken into conideration. Moreover,
failure or incompletion of the development that has started
will bring about many problems that should be considered and
dealt with in advance.

1. Necessity of Joint R&D of New Technology

In order to hold an advantageous position in the market, it is

necessary to continue supplying new products which do not

follow in the wake of others but employ such new technology,

add i tion of further value, as (1) technology which

introduced into market, (2) technology whose commercial success

has not been evidenced, and (3) technqlogy which has not been

applied to similar products to intended new products.
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Meanwhile, the products of machine and automobile industry are

composed of a large number of constituent components and parts,

hense improvement or development of these complex-technology

products requires a large number 'of new t.eohnoIoq i e s and new

materials.

However, it is not practical for complete products manufacturer

to rely only on its in~house developed technology for all of

constituent components or parts o f : their product.

Therefore, a joint development with material suppliers or parts

makers" etc. is very essential for the manufacturer Of complete

products.

2. Motive to joint research and development

Usually, what are considered as motive to joint development. of

new t ec hno Loqy are' as follows;'

(1) Diversification of huge amount of investment and risk:

bna'large scale; the influence in case: 'of failure is great.

(2) Decrease in number of development items or shortening of

d eveIopment; term 'as a counte rmeasure rto rapid <'eme:rgehce

of newer technology:

In order to survive severe competition;efflcient developm.ent

must be made.

(3) bpeningup new avenues of use for high technology and/or

new material that has been established on'experimetal

s c aLe.vbut; na's' not prOved : 'on production scale:

optoelectronics technology, intelligerit robotics technoldgYi

complexed ma ce'r La Ls , fine ceramics, and shape memory alloy

which have been known to show promisirig effects, but have not

applied in commercial production.
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(4) upgrading in quality, 'and reduction in cost of products

orma terLals:

What are regarded herein as examples include application of

electronic control for enhancement of operability, of fail-safe

device for the purpose of the elimination of maintenance

and as a countermeasure to product liability, and application

of low cost alternative materials.

(5) Research and development of highly complex technology and

products:

What are regarded herein as examples include linear motor tech­

nology, w.aste energy recovery technology , and space technology

which result from the integration of new individual tech~

nologies and materials.

(6) Technology with expectation of great demands and profits:

Wha t a re regarded. here in as examples include power plant using

new energy sources, new types of aircraft, space..technology.

In "the .rapanese .mach i ne and .eu t.omob.Lfe industry, up ,to recent

year, •research and development emphasis .has bee n placed on

improvement and betterment of pr'oduc t s to rneetne~.ds 0.£ cus t.o-

mers and on improvement in production technology for quality

stabiliza.tion and cost reduction. On the.other hand, what .we

r ecoqn Lae as a feature of ,a .reaearch and .development ,in.the

United States is the research and developme(lt of ingenious

technology with emphasis placed on original concept.

Therefore, if a joint research and development is conducted

which combi nes v.Lnqe n i.ousvnew technology and/or newmaterial. t

based on original concept by aU.S.company with product deve­

lopment andproductiol1technology.by a Japanese company, the

jointeffor,ts -for pro'ducIng"'ijewpro¢l.Jcfmcik:lng'·'us,e' of

t ec.hnoLoqyv.a nd Zo r' new material will be facilitat.ed presently.

3. How to deal with result

possession of a result produced in research and development
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process, including ipdustrial property, differs in each case of

joint r.esearch and development. Although it is commonly stipu­

lated that "Invention shall belong .toacompany which employs

the inventor", such rille should not always be applied.

(1) Where a result of a joint r.esearch and development is to

be us",d by a joint venture company, adjustment of interests

between the participants is relatively easy. In this case,

amalgamation of the result of the joint efforts and background

technology is inevitable wi.thout allowing any of the participant

to make use of the result which might incur competition in same

business field.

However, this kind of inconvenience arising from such restric­

tion should be defined carefully, because the effect of such

resriction varies depend i nqvupon business c ircums t ance s and/or

advent of newer technologies which could not be anticipated at

the timebf setting up of the joint venture company.

This type of utilization of the fruits of joint efforts is not

(2) Wh",re. research and development is conducted bya research

association (consortium) a problem might arise between a

participant which has made much contribution to the research and

development and another participant which has made· less contri­

bution to the research and development when a resul t.of the

research and development is actually utilized. Specifically,

i.t .i s most likely that only. a participant that hasa.strong

marketing.power although it has made little contribution to the

development would enjoy the result, and thus it is difficult to

maintain equity: in the utilization of the result.

Therefore, the fruits shall be .alloted to each participant

;takinginto-account,ofltsc;ontri'bution to the research and

development, by setting reasonable differences between them

such as when each participant can start utilization of a result.

-277-



(3) Even if a result of development·· is used individually by

the par t i c ipants ,it is necessary to consider contribution made

by each participant similarly to the case above.

It is recommended that rough guidelines for determining a basic

view among the participants in regard to a manner of enjoying

profits be agreed to on the assumption that the participants

will make contribution to the development almost alike, because

a research and development of new technology might produce a

different field of application which is not anticipated at early

stage. This is the common practice among Japanese companies.

Such a basic view includes the following factors;

(1) For the purpose of protecting profit of participant,uti~

lization of a result of research and development is not

granted to a third party till expiration of a predeter­

mined period. Sale to third party and license thereto are

allowed upon expiration of this predetermined period.

(ii) Give the partiCipants different markets where there exist

no conflicting business relationship and thus allow them

to freely utilize a result in their allotted markets.

4. In connection with above items, we should note the dif­

ference between patent law in the United States and it in Japan

in dealing with industrial property.

(1) 35 U.S.C. 184 to ·186 ... A Person shall file in the United

States in ·respect of an. inve'ntion

made in this country and shall

not file in any foreign country.- +.... ...
prior to six month after

in the united States except when

authorized' by al icense obtained

from the Commisioner.
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(02) In Japan, first-to,,-file principle is employed and thus

priority is based on the filing date.

(3) Japanese Patent Law section 73(1) .and (2) ... Ajoint owner

of a patent right may not transfer

his share and may not grant a

license without the consent of

all the other joint owners.

(4) Japanese patent Law section 132(3) ••• A trial shall be

made jointly by all, the joint

owners.

5. With regards to utilization of a result, whether each par­

ticipant may access to technology already owned by the other

participant (background technology) must betaken into con­

sideration in many cases, 'because usually the 'existence of the

background technology owned by the other participant greatly

stimulates the participant into a ,joint research and develop­

ment agreement, in the expectation that he 'can utilize a result

involving the background technology.

Therefore it might be essential to provide for in an agreement a

clause that anyone of the parties holds a right to receive a

license involving the background technology without royalty or

at a relatively low royalty. Such license, however, should be

limited to utilization, of the result'ofthe research and deve­

lopment concerned and prohibit the use for other purpose.

6. What must be considered in the research and development

agreement of new technology is the possible termination of a

j udg ing whecher the research and development is completed, and

it depends on how to set targets. With the consent of all of

the participants. the judyementshould be made flexibly

reflecting the trend of the market and amount of investment etc.
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The following are the most likely causes of early termination

and abandonment of joint R&D.

(i) Poor prospect of demands owing to a change in market ~on­

d ition, e t c ,

(i i) ·A third party has accomplished the development of the pro­

ducts out of similar technology or is about to do so.

(i ii) No proapec t, of completion of the development itself

because of technical deadlock.

(iv) Withdrawal of one of the participants due to a change in

~anage~ent poli~y or finangia+ crisi~, et9~

(v) . Failure by one of the participants to carry out the

contract, such as default of an obligation.

hnol.oc!; a'nd k~cl"'-.h;)w·,oowwnn~eddltb);y;·(o)!nnee· ()f the p,aI"ti,c:ip,uits··· ...... ·1'".'
with the research and d~velopment.

It Ls desirable to provide for rights and obligations of the

participants in the event any of the these causes of ter­

mination arises.

In the case where one of the participants continue development

afte.rthe termination of the agreement, the following problems

must be dissolved;

(3) Technology and

are needed in proceeding

(2) Owing to secrecy requirement, it is difficult to cooperate

with a third party in continuing the research and development.

(1) The requirement for secrec;y obligation becomes a stumbling

block to production and marketing of the products.

Therefore, provisions as how to deal with these situations

should be discussed in advance.
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PACIFIC INDUSTRIAL PROPERTY ASSOCIATION
16TH CONGRESS
CHICAGO, ILL. - OCTOBER 1985

INTERNATIONAL JOINT. RESEARCH & DEVELUPMENT
AGREEMENTS

- A PANEL DISCUSSION -

HEINZ GORETZKY
WESTINGHOUSE ELECTRIC CORPORATION

MY ASSIGNMENT AS A PANELIST FOR THE NEXT TEN MINUTES

- NOT ONE SECOND MORE I WAS WARNED - IS TO REVIEW WITH YOU SOME

SALIENT PROVISIONS OF JOINT DEVELOPMENT AGREEMENTS (JDA) BETWEEN

WESTINGHOUSE ELECTRIC CORPORATION AND FOREIGN COMPANIES, WITH

PARTICULAR EMPHASIS ON THE ELECTRICAL-ELECTRONICS FIELD.

WESTINGHOUSE (~) TODAY, WITH ANNUAL SALES IN EXCESS OF

TEN BIL.LION U.S. DOLLARS, OFFERS A BROAD SPECTRUM OF PRODUCTS

AND SERVICES, AS DIVERSE AS AIRBORNE ELECTRONICS AND TRANSFORMERS

IN THE HARDWARE SECTOR, AS UNLIKE AS BROADCASTING AND ARTIFICIAL

INTELLIGENCE DIAGNOSES FOR POWER PLANT MAINTENANCE IN THE SERVICE

BUSINESS. JDA'S MY COMPANY ENTERED INTO MAY NOT BE AS REPRESENTATIVE,

THEREFORE, OF THE ELECTRICAL-ELECTRONICS INDUSTRY AS MY ASSIGNMENT

CALLS FOR.

W MANAGEMENT HAS SPOKEN OUT IN FAVOR OF INTERNATIONAL

JOINT VENTURES (JV) ON NUMEROUS OCCASIONS. BY WAY OF EXAMPLE,

AT A' PRESS CONFERENCE HELD IN TOKYO IN MAY 1981, R. KIRBY, OUR

VENTURES COMBINING THE SKILLFUL INNOVATION AND 1M LEMENTATION

TALENTS PECUL1AR TO ,OUR,TWO, SOCIETIES AND PROPOSE JOINTLY OWNED
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PLANTS ON BOTH SIDES OF THE PACIFIC.! TODAY, !'I. IS A PARTY TO

JV'S WITH ENTERPRISES IN BOTH ADVANCED COUNTRIES, SUCH AS JAPAN,

AND DEVELOPING COUNTRIES, FOR EXAMPLE, THE PEOPLES REPUBLIC OF

CHINA (PRC). THESE VENTURES SPAN A BROAD RANGE FROM PRODUCT­

UNRELATED RESEARCH PROJECTS AT ONE END OF THE SPECTRUM TO JOINTLY

OWNED VENTURE COMPANIES WITH COMPLETE PRODUCT DEVELOPMENT,

MANUFACTURING AND MARKETING RESPONSIBILITY AT THE OTHER. LIKE

R" OUR CONTRACT PARTNERS ABROAD APPARENTLY RECOGNIZE THE MUTUAL

BENEFI TS THAT MAY FLOW FROM JOIN,T DEVELOPMENT EFFORTS, SUCH AS

ENHANCED COST-EFFECTIVENESS AND RISK SHARING, COMPRESSED PRODUCT

DEVELOPMENT TIME, ACCESS BY EITHER PARTY TO THE OTHER PARTY'S

TECHNOLOGY AT AN EARLY STAGE, AND, PERHAPS MOST IMPORTANT,

COMPLEMENTARY CROSS-FERTILIZATION AMONG 'INNOVATORS AND INVENTORS

FROM BOTH PARTIES.

FROM THIS BROAD SPECTRUM OF JV'S, I SHALL SINGLE

"01JT70R 'MY "'rOI:I:OWTN'<; "RE'MARK'S, pjHMAIfiLYHORlfONfAL'~T'fpE

JDA'S WHICH, APART FROM FOLLOW-UP CROSS-LICENSES UNDER FORE-

GROUND TECHNOLOGY AND RELEVANT BACKGROUND TECHNOLOGY, TERMINATE

WITH TilE COMPLETION OF A DEFINED DEVELOPMENT PROJECT. THE FOREIGN

PARTIES TO THESE JDA'S AREFREQUENTL YHIGH-TECHNOLOGY MANUFACTURING

ENTERPRISES, INCLUDING FOREIGN LICENSEES OF OURS , WITH HIGHLY

ADVANCED R&D FACILITIES OF THEIR OWN. N,OT'SURPRISIN'GLY, THEREFORE,

le.go,Nihon-K:eizai'ShimhunJ'May16, 19-81.
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THEY PREFERJDA'S WHICH CALL FOR THE DEVELOPMENT OF NEW OR

IMPROVED TECHNOLOGIES AT FACILITIES OF BOTH PARTIES, WITH

PARTICIPATION OF TECHNICAL EXPERTS FROM ~OTH PARTIES WORKING

SIDE-BY-SIDE. JDA'S IN THIS CATEGORY ARE THE ONES WHICH, FROM

OUR EXPERIENCE CHALLENGE TIlE IMAGINATION AND TALENTS OF TIlE

AGREEMENT NEGOTIATORS AND DRAFTERS FOR VIABLE ANSWERS TO

INDUST.RIAL PROPERTY ISSUES DEEMED OF PRIME INTEREST TO PIPA, I.E.,

TREATMENT OF FOREGROUND INVENTIONS AND (UNPATENTED) FOREGROUND

INFORMATION INCLUDING KNOW_HOW, SOLICITATION OF FOREGROUND PATENTS,

EQUITABLE ALLOCATION OF OWNERSHIP OR USE RIGHTS IN FOREGROUND

TECHNOLOGY, ACCESS TO .AND USE RIGHTS UNDER BACKGROUND TECHNOLOGY,

AND SO ON.

ESSENTIAL COMPONENTS OF A REPRESENTATIVE HORIZONTAL.TYPE

JDA OF OURS YOU WILL FIND IN THE ATTACHED APPENDIX A OUTLINE. I

SUPPOS·E IT FOLLOWS A PATTERN YOU ARE QUITE FAMILIARWIT.H. AS YOU

WILL READILY CONCLUDE FROM APPENDIX A, BY DEFINITION FOR THEl'URPOSE

OF THIS DISCUSSION, FOREGROUND PATENTS ARE PATENTS (INCLUDING UTILITY

MODELS, ETC.) TAKEN OUT ON (FOREGROUND) INVENTIONS CONCEIVED IN THE

PERFORMANCE OF WORK UNDER THE DEFINED PROJECT, AND FOREGROUND

INFORMATION IS INFORMATION DEVELOPED UNDER THE PROJECT. VIRTUALLY

EVERYTHIN.G ELSE, BY DEFINITION, IS BACKGROUND TECHNOLOGY (BACKGROUND

PATEN.TS AND BACKGROUND INFORMATION) .

WHO MADE THE FOREGROUND INVENTION? IS IT "SOLE" IN THE

CONTRACTUAL SENSE THAT INVENTORSHIP RESIDES WITH ONE OR MORE

INVENTORS OF ONE CONTRACTING PARTY ONLY? IS IT A "JOINT" INVENTION?

WHERE WAS THE INVENTION CONCEIVED,I-:HERE ACTUALLY REDUCED TO PRACTICE?
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SUPPOSE THE INVENTION IS THE JOINT WORK PRODUCT OF A ~ (HOST)

ENGINEER AND A JAPANESE (GUEST) ENGINEER, OR THE SOLE INVENTION

OF THE JAPANESE GUEST ENGINEER MADE AT A HOBT FACILITY IN THE U.S.

ABSENT ANY EARLIER U.S. PATENT FILING, HOW COULD PATENT FILING TN

JAPAN BE IMPLEMENTED WITHOUT RUNNING AFOUL OF U.S. EXPORT CONTROL

REGULATIONS INCLUDING '35 ,USC 184? WHO DECIDES THE PATENT ROUTE v ,

TRADE SECRE~ ROUTE ISSUE? WHERE SHOULD THE FOREGROUND PATENT

APPLICATION, IF ANY , BE ,FILED FIRST? WHO DECIDES ON PATENT FILING

IN THE HOST PARTY'S HOME COUNTRY, IN THE OTHER PARTY'S HOME· COUNTRY,

IN THIRD COUNTRIES? WHO SHOULD BE THE OWNER, THE ASSIGNEE OR

APPLICANT OF RECORD? THE HOST PARTY, THE OTHER PARTY, BOTH PARTIES

JOINTLY? HOW DO YOU PROS.ECUTE EFFECTIVELY AND TIMELY A SWEDISH OR

AN EP.CPATENT APPLICATION IN A JOINT FASHION WHEN THE PATENT

ATTORNEYB REPRESENT.ING THE TWO CONTRACTING PARTIES RESIDE IN

TOKYO AND PITTSBURGH, RESPECTIVELY? IS IT SUFFICIENT OR APPROPRIATE

SETTIN.G FOR~H USE RIGHTS? HOW SHOULD USE RIGHTS BE ALLOCATED AMONG

THE PARTIES? ARE THE. PARTIES' BENEFITS EQUITABLY BALANCED AGAINST

THEIR RESPECTIVE CONTRIBUTIONS? ASSUMIIlG THE PARTIES PLAN TO

INCORPORATE FOREGROUND .. TECHNOLOGY TN PRODUCTS COMPETING IN THE

MARKETPLACE, HOW DO YOU AVOID OFFENDING ANTITRUST ANDFA.IR TRADE

LAWS AND REGULATIONS?
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SOME OF THESE QUESTIONS - AND MANY OTHERS, I SUPPOSE ­

MIGHT REMIND YOU OF THE WIPO GUIDE "JOINT INVENTIVE ACTIVITy,,2

WHICH WE LOOK AT FROM TIME TO TIME. WE FIND IT, ON RALANCE, TO

FORMULATE MORE QUESTIONS THAN VIARLE ANSWERS - A NOTION OTHER

PIPAMEMRERS SEEMED TO SHARE,3 AT LEAST IN THE COURSE OF REVIEWING

THE EARLIER WIPO DRAFT: JOINT INVENTIVE ACTIVITY GUIDE, JIA/II/2,

DECEMBER 13, 1982.

HOW DOES W COPE WITH THESE QUESTIONS? THE INDUSTRIAL

PROPERTY GUIDELINES APPEARING ON THE 'ENCLOSED APPENDIX B,WHILE

BY NO MEANS ALL-INCLUSIVE, MIGHT OFFERSO/ilE CLUES. THEY ARE

INDICATIVE OF lI. PRACTICE OVER A GOOD NUMBER OF YEARS, ADDRESSING

AND ATTEMPTING TO DEAL W1THDELICATE ISSUES WHICH, ON OCCASION,

COLLIDE DIRECTLY WITH THE INTERESTS OF THE PARTIES, SUCH AS tiMELY

FOREGROUND PATENT FILING IN THE U.S. AS WELL AS ABROAD, CONSISTENT

NOT JUST WITH RELEVAN1; U.S. AND FOREIGN PATENT LAWS AND REGULATIONS

BUT ALSO WITH SENSITIVE U.S. EXPORT CONTROL REGULATIONS INCLUDING

35 USC ,181-188. YET, WE FOUND 'JDA'S INCORPORATING THE APPENDIX B

GUIDELINES BY AND LARGE TO BE EQUITABLE, ADMINISTRATIVELY WORKABLE

AND OTHERWISE VIABLE: THEY SURVIVED NOT ONLY THE INITIAL JDATERMS

BUT FREQUENTLY WERE CARRIED OVER AND INCORPORATED IN FOLLOW-UP OR

EXPANDED SCOPE JDA'S WITH THE SAME PARTIES ABROAD.

2 WIPO - A Guide to the Regulation of Legal Questions Arising from
Joint Inventive Activity between Partners from different Countries,
Geneva, 1984.

3 PIPA Presentations 262 (Oct. 1983).
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THE APPENDIX B GUIDELINES DO NOT CAST, HOWEVER, ~ POLICY

IN CONCRETE; THUS, THEY MAY NOT BE APPROPRIATE' IF, FOR EXAMPLE' THE

RESPECTIVE SCOPE SPLITS AND INVESTMENTS OF THE PARTIES TO THE

JDA ARE NOT BALANCED OR IF THE INNOVATIVE CONTRIBUTIONS, THOUGH

LARGELY WITHIN THE DEVELOPMENT SCOPE ASSIGNED TO ONE PARTY, ARE

PREDOMINANTLY MADE BY, OR AT FACILITIES OF, THE OTHER PARTY.

ALSO, DO NOT EXPECT FROM THEM, FOR EXAMPLJ;: , 'PATSOLUTIONS TO

SUCH SUBSERVIENT QUESTIONS AS THE MEANING OF INVENTION· "CONCEIVED"

v."MADE"UNDERJAPANESE LAW ON THE ONE HAND AND U.S. LAW ON THE

OTHER. LET ME TELL YOU, HOWEVER, THAT MY ADVICE TO MY ASSOCIATES

IS NOT .TO RELY SOLELY ON THE SEALECTRO CASEA WHEN WE EXAMINE

35 USC 1845 FOR THE PURPOSE OF EVALUATING FOREIGN PATENT

FILING ON INVENTIONS CONCEIVED IN ·THE U.S. EITHER BY W HOST

ENGINEERS OR BY JAPANESE GUEST ENGINEERS, OR BY BOTH JOINTLY.

THE SEALECTRO COURT, APPARENTLY RELYING ON 35 USC 102(g), ESSENTIALLY

THE LEGISLATIVE HISTORY OF 35 USC 184, BORN OUT OF NATIONAL SECURITY

CONSIDERATIONS, DOUBTS HAVE BEEN EXPRESSED WHETHER A COURT

FACED WITH CONSTRUING THIS SECTION TODAY, WOULD FOLLOW

SEALECTR06. I SHARE THESE DOUBTS.

"

States an app
utility model,
in ven tion made

ca on for patent or for the registration of a
industrial design, or model in respect of an
in this country. A license shall not be granted ••..

.'

6
K. L. Cage, Foreign Filing License Procedure - The Invention
Secrecy Act of 1951, 66 JPOS 497 (1984).
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LET ME STRESS AS A CAVEAT THAT L HAVE PARAPHRASED THE

APPENDLX B GUTDELLNES WLTH CONS LDERABLE RELUCTANCE: WHLLEAS NOTED

REFLECTLNG W PRACTLCE, THEY ARE FLAVORED WLTH THOUGHTS OF MY OWN

WHLCH DO NOT NECESSARLLY COLNCLDE WLTH THE POLICIES OF MY COMPANY

BUT SHOULD PROVOKE SOME LLVELY QUESTLONSIN THE FOLLOWING PANEL

DISCUSSION.

MY CONCLUDING REMARKS CONCERN SECT. 6 OF APPENDLX B,

PRESUMING THE U.S. COMPANY TO BE THE HOST PARTY, AND WILL FOCUS

ON SOME POTENTI·AL PLTFALLS TH.AT MAY STEM FROM UNAUTHORIZED PATENT/UM

FILLNG ABROAD IN LLGHTOF THE U.S. LNVENTION SECRECY ACT OF 1951

(35 USC 181-188) -POTENTLAL PLTFALLS THAT REQUIRE THE HO.ST PARTY

TO TAKE CERTALNSTEPS OR TO LNSIST ON CONTRACTUAL TERMS WHICH,

IN OUR EXPERIENCE, OTHERS NOT JUST ABROAD, SEEM TO FIND

BEWILDERING. OR DIFFICULT TO FATHOM. REGARDING THE INVENTLON

SECURITY ACT, IT IS LRRELEVANT, OF COURSE, WHETHER THE INVENTION

IS CONCELVED SOLELY BY EITHER THE U.S. HOST INVENTOR OR THE

JAPANESE GUEST INVENTOR, OR JOINTLY BY BOTH. BUT LET US CONSIDER

FOR THE MOMEliT T.HE SCENARIO OF (i) A "SOLE" INVE·NTION CONCEIVED

BY A JAPANESE GUEST ENGINEER AT THE U. S. HOST. PARTY'S FACLLITY,

(ii) THE JAPANESE PARTY'S URGENT INSIS~ENCEON IMMEDIATE JAPANESE

PATENT FILING (FIRST-TO-FILE SYSTEM), AND (iii) THE U.S. HOST

PARTY'S PREFERENCE TO POSnONE (U.S.) PATENT FILING (FIRST-TO-INVENT

SYSTEM), PERHAPS PENDING EXPERIMENTAL VERIFICATION OF THE INVENTION.

THE HOST PARTY,OBVIOUSLY,HAS TO SCRUPULOUSLY

WITH, La. ,35 USC 184; THAT IS,UNLESSA LI
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(PTO LICENSE) IS SECURED UNDER THEPTO RULES, 37 CFR PART 5,

IT MUST AVOID ANYTHING·THAT MIGHT BE CONSTRUED AS. FILING

PREMATURELY, OR CAUSING OR AUTHORIZE PREMATURE FILING. BUT

WHAT IS "CAUSING"? DOES THE MERE EXPORT OF POTENTIALLY PATENTABLE

TECHNICAL DATA, CONCEIVABLY IN THE FORM OF A PATENT DISCLOSURE,

FROM THE UNITED STATES REQUIRE A PTO LICENSE? SUPPOSE THE .P·ATENT

DISCLOSURE IS EXPORTED UNDER A GENERAL TECHNICAL DATA RESTRICTED

(GTDR) LICENSE, PURSUANT TO A JDA WHICH (i) COMPLIES WITH ALL

RELEVANT EXPORT CONTROL REGULATIONS INCLUDING 15 CFR 379

(TECHNICAL DATA) AND (ii) AS TO TECHNICAL SCOPE, ENCOMPASSES

WITHIN ITS CONFINES THE PROPRIETARY SUBJECT MATTER OF THE

PATENT DISCLOSURE. SUPPOSE, FURTHERMORE, THE SUBJECT MATTER

FOUND ITS WAY. INTO A JAPENSE PATENT APPLICATION BY MISTAKE

OR ERROR IN JUDGMENT ON THE PART OF THE JAPANESE PARTY. THE

JAPANESE PARTY MAY VERY WELL BE, OF COURSE, IN BREACH OF CONTRACT,

~BUTHAS IT VIOLATED ALSO 35 USC 184

SOLE DISCRETION LATER DECIDES TO FILE A U'.S. APPLICATIOWON

ITS OWN? WHAT ABOUT THE HOST PARTY? DID IT "CAUSE" PREMATURE

JAPANESE FILING AND, HENCE, FORFEIT ANY CHANCE OF EVER SECURING

A RETROACTIVE PTOLICENSE? BEAR IN MIND THAT THE HOST PARTY,

AT THE TIME OF FILING ITS U.S. APPLICATION, HAD NO KNOWLEDGE

OF THE EARLIER FILED JAPANESE APPLICATION,. THAT IT DID NOT

AUTHORIZE ANY JAPANESE FILING,.AND THAT THE JDA PROHIBITS SUCH

FILING WITHOUT EX'l'RESS AUTHORIZATION OF THE HOST PARTY (APPENDIX B,
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SOME OF THESE QUESTIONS, AND RELATED ONES, THOUGH

AROUND FOR ALMOST HALF A CENTURY 7, HAVE TROUBLED ·US A GREAT DEAL,

LARGELY BECAUSE OF SOME PERSISTING CONFUSION BETWEEN THE EXPORT

OF (POTENTIALLY PATENTABLE) TECHNICAL DATA, e.g., BY WAY OF A

PATENT DISCLOSURE ON THE ONE HAND AND THE ACT OF PATENT FILING

ABROAD ON THE ·OTHER. lHTIl TilE PROLIFERATION OF INTERNATIONAL

JDA'S AS HERE DISCUSSED TODAY, CLARIFICATION OF TilE LICENSING

AUTHORITY OF THE U.S. PATENT AND TRADEMARK OFFICE (PTO) CONCERNING

THE EXPORT OF (POTENTIALLY PATENTABLE) TECHNICAL DATA HAS BECOME

EVER MORE PRESSING: NO JDA IS LIKELY TO SURVIVE FOR LONG IF VIRTUALLY

EVERY PROPRIETARY TECHNICAL DATA COMHUNICATION FR.OM A U.S. HOST

ENGINEER OR SCIENTIST TO illS JAPANESE COLLEAGUE, WHETHER LOCATED

IN JAPAN OR, TEMPORARILY, IN THE UNITED STATES, (IT IS EXPORT IN

BOTH CASES) HAS TO BE CLEARED BEFOREHAND BY WAY OF APTO LICENSE

IN EACIf INSTANCE, A BURDENSOME REQUIREMENT THEGTDRLICENSE DOES

IMPOSE.

MY COMPANY JOINED OTHERS IN VOICING AN URGENT NEED FOR

DEFINING AND CLARIFYING THE EXPORT LICENSING AUTHORITY AND LIMITS

OF PTO LICENSES. FORTUNATELY, THE RECENTLY REVISED PTO RULES,

37 CFR PARTS, - APPENDIX C -, BRING ABOUT THE MUCH NEEDED

CLARIFICATION ASKED FOR BY THE PATENT AND BUSINESS COMMUNITIES

OF THIS COUNTRY. AS SKETCHED OUT IN THE ENCLOSED APPENDIX D, THE

REVISED RULES OFFER AN ATTRACTIVE FOREIGNPATENT/UHFILING

ALTERNATIVE WHICH, I SUGGEST, PRUDENT PARTIES TO INTERNATIONAL
.: : ..: --. -+::...

JDA'S W.ERE RELUCTANT TO RESORT TO UNDER THE OLD PTO RULES.

THANK YOU.

7 C. C. Henry, License under Public Law No. 239, 23 JPOS 811 (1941).
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APPENDIX A

OUTLINE
JOINT DEVELOPMENT AGREEMENT

BETWEEN
WESTINGHOUSE ELECTRIC CORPORATION

AND
COMPANY X

RECITALS

I DEFINITIONS

PROJECT
!! SCOPE ...
CO.X SCOPE ...

TECHNOLOGY
PATENTS AND INFORMATION•.•

PATENTS
INFORMATION (KNOW-HOW) ...
BACKGROUND TECHNOLOGY

... OTHER THAN FOREGROUND
TECliNOLOGY, CONCEIVED OR DEVELOPED
BY, OR AVAILABLE TO, EITHER PARTY ..•
(WITH THE RIGHT TO DISCLOSE IT TO
OTHERS... )

FOREGROUND (PROJECT) INFORMATION
... DEVELOPED UNDER THE PROJECT •..

FOREGROUND (PROJECT) PATENT
... ANY PATENT ON AN INVENTION CONCEIVED
REDUCED TO PRACTICE UNDER
THE PROJECT ...

FOREGROUND TECHNOLOGY
...·..FOREGROUND ··P·AT·ENTS

2 JOINT DEVELOPMENT PROJECT

AIM AND SCOPE
MANAGEMENT, IMPLEMENTATION
BUDGETING, ACCOUNTING
BALANCING OF EFFORTS

3 INVENTIONS, INDUSTRIAL PROPERTY, INFORMATION

FOREGROUND INVENTIONS CONCEIVED IN
FOREGROUND INVENTIONS CONCEIVED IN =T=H=E~U~.~S~.---­
LICENSES GRANTED UNDER ~ FOREGROUND PATENTS
LICENSES GRANTED UNDER CO.X FOREGROUND PATENTS
WAIVER, ASSIGNMENTS

. INFORMATION, ACCESS AND USE RIGHTS
FOREGROUND INFORMATION .
BACKGROUND INFORMATION .

LICENSES UNDER BACKGROUND PATENTS
CONFIDENTIALITY
RESPONSIBILITIES: PATENT INDEMNITY
PATENT EXPENSE
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APPENDIX A

4 SUBCONTRACTORS

5 OBLIGATIONS

6 SUSPENS ION AND TERMINATION OF JOINT DEVELOPMENT TASKS

7 PARTICIPATIO~ OF EMPLOYES AT OTHER PARTY'S FACILITIES

8

9

10

11

12

13

14

15

16

17

18

APPENDI X I

APPENDIX II

APPENDIX I
APPENDIX II

GOVERNMENT REGULATIONS; EXPORT CONTROL

ASSIGNMENT

ARBITRATION

TAXES AND OTHER CHARGES

TRADEMARKS

EFFECTIVE DATE

TERM OF AGREEMENT

APPLICABLE LAW

TERMINATION

NOTICES

ENTIRETY OF AGREEMENT

PATENT, PROPRIETARY INFORMATION AND WAIVER
AGREEMENT (FOR PARTICIPATION IN CO.. X WORK)

PATENT, PROPRIETARY INFORMATION AND WAIVER
AGREEMENT (FOR PARTICIPATION IN E WORK)
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APPENDIX B

INTERNATIONAL JOINT DEVELOPMENT AGREEMENT ­
INDUSTRIAL PROPERTY GUIDELINES

1. FOREGROUND INVENTIONS, IRRESPECTIVE WHETHER SOLE OR JOINT,

CONCEIVED AT .THE HOST PARTY'S FACILITIES ARE ASSI.GNED TO

THE HOST PARTY AND TREATED IN ACCORDANCE WITH THE HOST

PARTY'S. PROCEDURES;

THE HOST PARTY HAS REASONABLE EFFORT OBLIGATION TOPROC·ESS

FOREGROUND. INVENTIONS rIMELY, TO GIVE TIMELY NOTIFICATION TO

THE OTHER PARTY;

THE HOST PARTY HAS INITIAL POWER TO DECIDE THE. PATENT v , TRADE

SECRET ISSUE;

FOREGROUND INFORMATION DEVELOPED BY THE PARTY IS FURNISHED TO

THE OTHER AS SOON AS "SUITABLE FOR TRANSMITTAL".

RATIONALE: The host party is charged with managing and
administering the development tasks within
i ts,assi,gn,ed .s c o p e , P'r-c t ec ti~ng,th,~;:.de ve.Lop me n t
results is but one element of managing the
as-'sT~iIied"'deve1 t)p,rii'eri'~--'ia-s ks ~

2. ,THE FIRST FOREGROUND PATENT APPLICAT.IONIS FILED BY .THEHOS'

PARTY, IN ITS NAME OR ASSIGNED TO IT, IN THE HOME COU.NTRYOF

TRE HOST PARTY.

3. THE HOST PARTY HAS THE RIGHT OF FIRST REFUSAL AS TO PARALLEL

PATENT FILING/PROSECUTION/MAINTENANCE, IN ITS NAME, IN OTHER

COUNTRIES.

4. THE OTHER PARry HAS THE RIGHTrOrAKEOUT, IN ITS NAM.E,

pARALLEL PATENTS IN ITS HOME COUNTRY AND IN ANY OTHERC.OU.NTRY

Nor T.I.M.ELY COMMUN.ICAT.ED BY.THE.HOS.TPARrY.;.

EXCEPT AS EXPRESSLY PROVIDED IN THE JDA, NEITHER PARTY SHALL,

WITHOUT TliE PRIOR CONSENr OF THE HOST PARTY, FILE, CAUSE TO BE

FILED; OR AUTHORIZE THE FILING OF ANY PATENT/UM APPLICATION
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APPENDIX B

DIRECTED TO OR INCORPORATING AN INVENTION (SOLE OR JOINT) OR

OTHER PROPRIETARY INFORMATION OF OR COMMUNICATED BY THE HOST

PARTY.

5. EACH PARTY BEARS ITS OWN PATENT FILING/PROSECUTION/MAINTENANCE

EXPENSE;

INVENTOR COMPENSATION AND INVENTION AWARDS, AS A RULE, ARE

THE RESPONSIBILITY OF THE INVENTOR'S EMPLOYER PARTY.

6. UNDER SOME JDA'S OF OURS, A HOST PARTY FAILING TO COMPLETE

(FIRST) PATENT FILING OR TO SHOW CAUSE (e.g., MAKE OUT A

CASE FOR TRADE SECRET TREATMENT) IN A TIMELY FASHION,

RELINQUISHES THE (FIRST) PATENT FILING RIGHT TO ~HE OT8ER

PARTY;

THE HOST PARTY HAS A DILIGENT EFFORT OBLIGATION TO RENDER

ACTIVE PATENT FILING ASSISTANCE AND TO PREVENT PREMATURE

NOVELTY-DEFEATING PUBLICATION OR DIVULGATION OF THE INVENTION.

7. FOREGROUND PATENT APPLICATIONS OR PATENTS THE ORIGINAL FILING

PARTY INTENDS TO DROP ARE OFFERED FOR ASSIGNMENT TO THE OTHER

PARTY;

8. JOINT OWNERSHIP OF FOREGROUND PATENTS BY BIRTHRIGHT IS NOT

FAVORED, AT LEAST NOT DURING THE PATENT FILING AND PROSECUTION

PHASES;

JOINT OWNERSHIP OF FOREGROUND PATENTS BY CONTRACT RIGHT, AS

OPPOSED TO A BIRTHRIGHT STEMMING FROM CO-INVENTORSHIP, IS

FAVORED EVEN LESS.
""""""""~m"m"""m;"";.".m."

9. FOREGROUND TECHNOLOGY (PATtNTS AND INFORMATION) OF EITHER

PARTY IS LICENSED TO THE OTHER,GENERALLY WORLD-WIDE ON A

NON~EXCLUSIVE BASIS;
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10.

APPENDIX B

THE LICENSED USE RIGHTS MAY BE BROADER IN SOME COUNTRIES

THAN IN OTHERS,. 1'0REXAMPLE, .THEY MAY BE "S.OLE" IN ·THE

LICENSED PARTY'S HOME COUNTRY;

AS A RULE, THE CROSS-LICENSES ARE ROYALTY-FREE IF THE

PARTIES' RE.SPECTIVE CONTRIBUTIONS TO .THE PROJECT AND THE

EXPE.CTED BENE-FITS THEREFROM ARE IN REASONABLE BALANCE .

JDA'S SETTING FORTH CROSS LICENSES UNDER FOREGROUND TEG.HNOLOGY

WITHOUT SUBLICENSING RIGHTS, WHILE BALANCED IN FORM, MAY BE

UNBALANCED IN EQUITY IF THE PARTIES' RESPECTIVE MODES OF

DOING BUSINESS OR POTENTIAL MARKETS DIFFER SIGNIFICANTLY;

IN OUR JDA'S, THE FOREGROUND TECHNOLOGY LICENSES INCLUDE,

THEREFORE, FREQUENTLY SUBLICENSING RIGHTS;

THIS RIGHT MAY BE QUALIFIED TO SUBLICENSE ONLY THIRD PARTIES

TO THE EXTENT THEY HOLD LICENSES UNDER THE SUBLICENSING PARTY'S

OWN RELATED TECHNOLOGY, INCLUDING ITS OWN FOREGROUND TECHNOLOGY;

········-··THE SUBLICENSINCRtCHf OPERATIVE UNTIL AFTER

THE FIRST COMMERCIAL USE BY EITHER PARTY OF THE FOREGROUND

TECHNOLOGY TO BE SUBLICENSED;

WE PREFER JDA'S WHICH CLEARLY SET FORTH THE RIGHT TO LICENSE!

SUBLICENSE ANY JOINTLY OWNED FOREGROUND TECHNOLOGY BY EITHER

PARTY WITHOUT THE PRIOR CONSENT OF· THE OTHER (cf. 35 USC 262

ON THE ONE HAND AND ART. 73-3 OF THE JAPANESE PATENT ACT ON

THE OTHER);

ROYALTY SHARING FROM SUBLICENSES MAY NOT BE APPROPRIATE UNLESS

THE EXTENT OF COMMERCIAL USE BY THE LICENSED PARTY AND ITS

SUBLICENSED LICENSEES COMBINED FAR OUTWEIGHS THAT OF THE

OTHER PARTY.
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11. BACKGROUND TECHNOLOGY OF EITHER PARTY IS ACCESSIBLE TO THE

OTHER (ON REQUEST) WITH THE (ROYALTY-FREE) RIGHT TO USE

IT FOR PERFORMANCE OF ~ORK UNDER THE PROJECT;

TO THE EXTENT REASONABLY NEEDED FOR COMMERCIAL USE OF THE

LICENSED FOREGROUND TECHNOLOGY, BACKGROUND TECHNOLOGY OF

EITHER PARTY IS AVAILABLE TO THE OTHER ON TERMS NEGOTIATED

ON A CASE-BY-CASE BASIS,
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alon.r (15 CF'R nO.lO(I>. 22 CF'R 12S.04.
and 10 em 810.'1), unless otherw1senoted.

SoOR"": 24Fa 10311. Dee. 22.1If1.unl.ss
otherw1ae DOted.

APPENDIX C
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IIocucTOu...

PAaT 2-aULES Of paACTICE IN
TIlADEMARK CASES

§S.1

14S FR :ltUS, May :It. 1111, II am.nded at
•7 Fa 21753. May 11. 11821

EDITOR...... Non; Part , Isplaced In& ..,pa­
rate rroupln, of parta pertaining to trad.­
marta. It appeU'l on paael3t of.1hJI"i'olume.

PAaT a [aESERVEDJ

PART 5-SECRECY Of CERTAIN IN­
VENTIONS AND LICENSES TO
EXPORT AND fILE APPLICATIONS
IN fOREIGN COUNTRIES

SECRECY ORDm

• 5.1 o.r.n..,ln.....Uon or certain appll·
cations.

(al The provisions of this part shall
apply to both national and Interna­
tlonal applications filed In the Patent
and TrademArk Office and, with reo
spect to inventions made In the United
States, to applications med In any rer­
elgn country or any international au­
thorlty other than the United States
Receiving Ortlce. The (1) ruing of a
national or an .international appllca·

llec. tlon In a foreign country or with an
6.1 Der..... lnlpectloD of eertaIn &1'1'1101' international authority other than the
ll.2 ~,fty order. United States !Jecelvlng Ortlce, or (2)
U l'I'oIe<:utlon of appllcatlon und.r...,...· transmittal of' an International appll·

., ord.n; w1thholdlnapatent. cation to a foreign agency or an Inter-
I .• Petition for resetsstcn of aecrecy order. national authority other than the
U P.rmlt to dlacl... or modUlcatioo er se- United States Receiving Office Is con.
U ~~.~:'d""UP permJlo. stdered to be a foreign ruing within
1.7. (:ompenoa'ioo. the meaning of Chapter 17 of Title 35,
... APpeal'" 8e<:rftcJ'. United States Code.

(b) in accordance. with the provt­
LtCl:Jluuoa FOIWGR EvaaTIllG""", Fn.DlG stons of 35 U.S.C. 181, patent appllca·
1.11 Llcem. forfUina In a for.lan country tlons contalnJng .ubJect matter the

................... "":" an application on an Inventlcn DIad. In .. disclosure ofwhlchri:llght·be·detrl·
the UnJt.d States or for transmlttlna mental to the national security are
international application. d II bl f Ins tl b d5.12 P.tltlODfor neense. ma e ava a e or pee on y e-

1.13. Petition for' Ucense; no,coneapondin, Iense agencles as specified in said sec-
appllcatioD. tlon. Only applications Obvlously relat-

5.14 Petition for lice....; corr.sPOndinl Ing to national security. and appllca·
u.s. application. tlons within flelds indicated to the

1.15 SCope of II....... Patent and Trademark. Ortlce by the
1.11 Elfffi of secrecy order. defense agencies as so related", are
$.11 Who may WI. Iteense, made avallable. The Inspection will be
5.11,,:'=' ammunJtlon, and Impl.meDta of made only by responsible representa­
5.11 Export of technical data. tlves authorized by the agency to
5.20 Export of technical data relatlna '" review applications. Such represents-

leNItive nuclear technoloiY. Uvea are required to ,sign a dated &C.
1.25 PetitIon for retroactIVe ueeaee. knowledgement of access .&Cceptlng

Gmaw. the condition that information ob-
talned from the inspection will be used

1.31 Ilffect of modJIlcatlon, reaciallonor II· for no purpose other than the admln-
U2~nIn En,lIsb I.....".... Istratlon of35U.S.C. 181"188. Caples
1.33 Correspondence. of applications may be made avallable

to auch representatives for inspection
.... ,~" AOTJIOIUTr:,3&,U.s,c, 1,,41; 411-188·,and "outild,,'"th,,"'Paterte *tid'Trademark

the 'ExPOrt Admlnlatratlon Act of 1171.u Office under conditions. a.o;surlngthat
amended, the A.nns Export· Control Act. as . . .
am.nd.d, th.Atoml< En.fIY Act of list; II the confidentiality of the applications
amendt-d. &nd, .• the, Nuclear Non.Pn:dUera. wtll ,be:malntained. Including the con­
Uon Act of 1975. &l1d the del..aUolllln the clltions that: (1) All caples will be re­
resuJ&Uom under these acto to the Commlo- turned to the Patent and Trademark



-,

.

§ 5.4

tal Natlonal applications under se­
crecy order which come to a finalre­
Jection must be appealed or othe....'lse
prosecuted to avoid abandonment. Ap·
peals In such cases must be completed
by the applicant but unless othe....-lse
Ipeclfleally ordered by the Commis­
stoner wm not be set for hearing until
the secrecy order Is removed.

(b) An Interference will not be de­
clared involving natlonal applleatrons
under secrecy order. However. U an
applicant whose applleatlon under se­
crecy order copies claims from an
l&Bued patent. a notice of that fact will
be placed In the file wrapper of the
patent. tSee 11.205(c>. '

te> When the national application is
found to be In condition for a1lo...ance
except for the secrecy order the appli­
cant and the agency which caused the
secrecy order to be Issued wm be noti­
fied. This notlce (whtch 1& not a notice
of a1lo...ance under 11.311 of this
chapterI does not require response by
the applicant and places the national
appllcatlon In a conditlon of suspen­
alan until the secrecy order i is re­
moved. When' the secrecy order is, reo
moved the Patent and Trademark
Office will Issue a notice of allo...ance
under 11.311 of thl& chapter• .or take
sucb other actlon as may then be war­
ranted.

(d) International applleatlons under
secrecy orderwlll not be mailed. deliv­
ered or otherwise transmitted to the
International authorities or the appli·
cant. International appltcatlons under
secrecy order wlll be processed up to
the point where. II It were not for the
secrecv order. record and search copies
would be transmitted to the Interna­
tional authorities or the applicant.

(Pub. 1. 84-131. 88Stat. 185)
[43 FR 20470. Nay 11. 1878, .. amended at
43FR 28478, June 30.18781

•5.. Petition ror rncillion of RUtty
order.

• U l'rotKutlon or applicaUonunder. ... tal A petition for rescission or re-
CrK1 orden; withholdin, patent. moval ofa secrecy order may be med

Unless .pec1flcally orderell other· by. or on behalf of. any prtnclpal-af-
,·,wise.-: ~Uon'on:'the"app]jc.atlon":bY'.the ,--,.rfected--therebY~-Such"'petlt·ton~ma-Y'--'be -- -,w ,w m" _.~.

()fflce and prosecution by the applt- In letter form; and It must be In dupll-
cant wm .i>roceed durlnl.the .tlm'e an cate. The petltlon must be accompa­
appllcatlon 1& under secrecy order to nled by one copy of the appltcatlon or
the POint indicated In thl& .ectlon: an order fOr the same, unless a sho...·

Chop'er I-I'o'en' and Trademark Office

Ollice promptly If no secrecy order 1&
Impo.ed. or upon rescission of such
order If one 1& Imposed. and t2> no ad·
ditional copies wlll be made by the de­
fense aa:encles. A record of the remov-
a1 and return of copies made available
for defense inspection will be main­
tained by the Patent and Trademark
ornee. Applications relating to atomlc
enern are made available to the De­
partment of Energy ... .pecifled in
11.14 of thl&~apter.

'Pub. L. "·131, 88Stat. 885)
1.3 FR~70. Nay II, 18781

U SecrK1 onl...
taJ When notified by the ohle! offi­

cer 01 a delense agency that publica·
tlonor disclosure of the Inventlon by
the granting of a patent would be det­
rlmental to the national security. an
order that the Inventlon be kept secret
..JJl be l&Bued by the Commissioner of
Paten(.o; and TrademarltB.

(b) The oecrecy order 1& directed to
the applicant. his successors, any and
all ....Ignees, and their legal represent­
atives; hereinafter de.ignated as prln·
dp,is.

le) A eopy of the secrecy order will
be fOIVarded to each prlncip,l of

. record in the appllcatlon and wUl be
accompanied by a .receipt. Identlfylng
the particular principal. to be signed
and returned.

(d) The seerecyorder 1& directed to
the subject matter of the appllcatlon.
Where any other application In which
a secrecy order has not been Issued
disclos.. a slgnlf1cant part of the sub­
ject matter of the applicatlon under
lecrecy order. the other appllcatlon
and the eommon .ubJect matter
should be called to the attentlon of
the Patent and .Trademark OWce.
Such a noUet may include any materi-
al such as would be urged In a petltion
to rescind secrecy orders on either of
the appllcatlons.

105
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sees and where· their clearance status
In this or the forelllIl country Is known
all details should be Illven.

Cd) Consent to the disclosure of sub­
Ject matter from one application
under secrecy order may be deemed to
be consent to the disclosure of
common subject matter In other appll·
cations under secrecy order solana as
not taken out of context In a manner
disclosing material beyond the modlfl·
cation irFant.d In the flnt application.

(e) The permit or modification may
contain conditions and llmltatlons,

• 5.6 Gene..' and group permits.
Ca) Organlzatlons requiring consent

for disclosure of applications under se­
erecy order to personsororganlzations
In eonneetlon with repeated routine
operation may petition for such con­
sent In the form of a Iren.ral permit.
To be successful such petitions must
ordinarily recite the securtty clearance
status of the dlsclo.ee.... .utrlclent
for the hlghe.t classlflcatlon of mate­
r1al that may be Involved.

Cb) Where Identical disclosees and
circumstances are Jnvolved, and eon­
sent Is desired for the disclosure of
each of a speclflc list of applications.
the petitions may be joln.d.

'5,7 Colripen..don,
Any request for compensation as

provided In 35 U,S.C. 183 must not be
made to the Patent and Trademark
Otrlc. but should be made directly to
the department· or alrency which
caused the secrecy order to be Issued.
Upon written request persons having s
right to such Informatlon will be In­
formed ... to the department or
agency which caused the secrecy order
to be Issu.d.

• U Appeal to Secrelar7.
App.al to the Secr.tary of core­

merce, ... provided by 35. U.S.C. 181,
~rom. secrecy order cannot. be tllken
until after a petition for r.scisslon of
the secrecy order h ... b••n made and
denied. Appeal must be taken within
eO"aays"ffom-!neail!e'Q'f!he'lIenlal,
and the party app.allnl,'" well as-the
department or" agency whJch caused
the order to b. Issued wllLbe noUfled
of the tim. and plac. of hearing. The

§u

Inlr Is mad. that such a ""py. h... al·
r.ady been furnlsh.d to the depart­
ment or alr.ncy Which caused the se­
crecy order to be Issu.d.

(b) Th. petition must recite any and
all facts that purport to render the
order In.ffectualor futll. If this Is the
b...1s of the petition. Wh.n prior pub­
llcatlonll or patents are all.ged the pe-.
tltlon must Illve complete data ... to
.uch publlcatlonll or patents and
•hould be accompanied by copIes
thereof. .

Cc) The petition must Id.ntlfy any
contract between the Governm.nt and
any of the prtnclpals, under which the
subject matter ot the application or
any sllIIliflcant part thereot was devel­
oped, or to which the subject matter Is
ctherwtse related. If tnere uno 8UCh
contract, the petition must 80 state.

(d) Unless b....d upon facts of public
neord, the petition must be verified.

• 5,5 Pemtlt to dlKlo.. or modification of
aeefeCy.order.

Ca) Cons.nt to disclosure, or to the
fIJlnlr of an application abroad, ... pro­
Vided In 35 U.S.C. 182, shall be made
by a "permit" or "modification" of the
secrecy order.

Cb) Petitions fora permit or modifl·
cation must fully recite the reason or

•.. m..m •• m. m.'pUrpOS•. ..tor. th.,propos.d· disclosure.
Where any proposed dlsclosee Is
known to be cleared by a defense
alrency to receive classlfl.dlnforma·
tlon,ad.quate .xplanatlonof such
clearance should be made In the petl­
tlon including the name of the agency
or department irFantlnlr the clearance
and the date and d.gr.e thereof. The
petition must be filed In duplicate and
be accompanied by one copy of the ap·
plication'or an Order for the same.
Unless a showlnir Is made that such a
copy has alr.ady been furnished to
the departm.nt or agency which
eaused the secrecy order to be Issued.

Cc)In a petltlen for modification of a
seerecr order to permltfIJlnlr abroad,
all countries In Which It Is proposed to
file must be mad. known, Ill! w.1I ... all
attorneys, agents and oth... to whom

"the'materlaJ"WIll'be'coiiiliiied'pnoi"to
belnlr lodged In the forelllIlpatent
office. The petition should Include a
statem.nt vouchlnlr for the loyalty
and InteirFlty of the propos.d discio-
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CRegulations of Office of Export Ad·
ministration, International Trade Ad­
ministration, Department of Com­
merce) and 10 CPR Part 810 CForelgn
Atomic Energy Programs of the De­
partment of Energy) must be complied
with unless a Ucense Is not required
because a United States application",as on file at the time of export for at
least six months wlthout a secrecy
order under I 5.2 being placed thereon.
The term "exported" means export as
It Is defined In 22 cm Parts 121-130,
15 cm Part 379 and 10.Cm Part 810.

(d) If a secrecy order h as been Issued
under I 5.2. an application cannot. be
exported to, or flied In, a foreign colin­
try Clncludlng all international agency
In a foreign country). except In accord­
ance with I 5.5.

Ce) No license pursuant to paragraph
Ca)of this section Is required If:

(1) The invention was not made In
the United States, or

(2) The United States &ppllcatlon Is
not subject to a secrecy order under
I 5.2, and"'as rued at least six months
prior to the date on ",hlch the applica­
tion Is filed In a foreign country.

Cf) A license pursuant to paragraph
Ca) of this section can be revo~ed at
any time upon written notification by
the Patent and Trademark Office. An
authorization to rue a foreign patent
application resulting from the p&SSage
of six months from the date of filing
of a United States patent application
may be revoked by the !n:Iposltlon of a
aecrecy order.
149 FR 13461, Apr. 4, 19641

• 5.12 Petition for Ucen...
Ca) Filing of an application for

patent for inventions made In the
United States ",m be consIdered to In­
elude a petttton for license under 35
U.S.C. 184 for the subject matter of
the application. The filing receipt wm
indicate If a license. Is granted. If the
initial automatic petition Is not grant·
ed. a subsequent petition may be flied
under paragraph (b) of this section.

Cb) Petitions for license ahould be
J)resented In letter form and must In'
elude the required fee Cl1.17(h». If
expedited handling of the petition Is
also sought, the petitioner's address.
and fuJI Instructions for delivery of

appeal ...w be heard and decIded by
the Secretary or auch oflicer or ofli·
eers as he may deslillate.

L1CEJfSES POR FoUlGN ExPOR~GANlI
FluNG

15.JJ LleenH for nlin, In a forelm eeun­
try an application on an Invention
...d. In the United Slam or for tran.·
mIUi". an Intem.tionaJ .pplieation.

la) A license from ..the CommissIoner
of Patents and "rr&demarks under 35
U.s.C. 184 Is required before filing any
application for patent or for the regts-

·.tlon of a utility model, industrial
.-Jen. or model. In a foreign patent

ollice or any foreIgn patent agency or
any international agency other than
the UnIted States ReceIving Oflice. If:

() An appUcatlon on the invention
has been on file In the United States
less than sIx months prior to thedate
on which the application Is to be rued.
or

(2) No applfcatlon on the invention
has been rued In the United States.

lb) The license from the Comm!s·
1I0ner of Patents and Trademarks re­
f.rr.d to In paragraph la) would also
authorize the export of technical data
abroad for purposes related to the
preparation, ftJlng or possible ruing
and prosecution of a foreign patent
application without separately com­
plying v.1th the regulations contained
In 22 cm Parts 121-130 (Internatlon-
• Traffic In Arms Regulations of the
.partment of State), 15 cm Part
'9 IRegulatlonsof the Oflice of
~port AdmInistration, International

Trade Administration, Department of
Commerce) and ·10 cm Part 810 (For·
elgn Atomic Energy Programs of the
Department of Energy).

Ic) Where technical data In the form
of a patent application, or In any form,
a being exported for purposes related
to the preparation. filIng or possible
Illlng and prosecution of a foreIgn
pltent application, wlthout the license
from the Commissioner of Patents and
Trademarks referred to In paragraphs
la) Or Cb) of this section, or on an In·
,enll<vJllOl made:ln the·Unlti!il. States,
the uport rCllUlatlons contained In n
OR Parts J21-130 lJnternatlonal
Traffic In Arms Regul&Uons of the De­
P&rUnent of State). 15CFR Part 379
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(c) When the applJcation to be flied
or exported abroad contains matter
not disclosed In the United States ap­
plJeation or app11eatlons, including the
case where the combInIng of two or
more United States app11catlons Intro­
duces subject matter not dlsclosed In
any of them, a copy of the app11catlon
as It Is to be flied In the forelm eoun­
try or international app11catlon whlch
Is to be transmitted to a forelm Inter­
national or national agency for filing
In the Recehing Qfflce. must be fur·
nlIhed with the petition. If however.
all new matter In the forelm or Inter­
national app11catlon to be flied Is read­
Uy Identlflable. the new matter may be
submitted In detail and the remainder
by reference to the pertinent United
States app11eatlon or app11eatlons.
(Pub. L. M-I3I.1e Stat. 885)
[43FR 20471. Kay 11. 1878 and 49FR 13482.
Apr.4. 18841

Tltl. 37-'al.nl., Tradamarks, and Copyrlghl.§S.13

the requened Ucense when It Is to be
delivered to other than the petitioner.

(15 UB.C. 8.Pub. L. 87-241)
[48 FR 2'714. Jan. 20, 1883. as amended at .8
FR 13482, "-Pr.4. 18841

• 5.13 Petition for UcellH; no eonnpond·
InJapplication.

If DO cOrresponding national or
international appllcatl"n has been
med In the United States, the petition
for license under I 5.12(b) must be ac­
companied by the reqUired fee
(ll.17(hll. If expedited handling of
the petition Is also 80ught, and a ler!'
ble copy of the material upon which a
11cense Is desired. This COpy will be re­
tained as a measure of the 11cense
granted. For assistance In the Identifi­
cation of the subject matter of each IJ·
cense so Issued, It Is suggested that the
petition be submitted In dup11cate and
provide a title and other description of
the material. The dup11cate copy of
the petition wUJ be returned "1th the • 5.15 Scopeor lI""noe.
license or other action on the petition.

(a) Grant of a license under 15.12(0)
148 FR 13482. "-Pr. 4. 18841 authorizes the export' and fUlng of an

app11catlon In a forelmcountry or the
• 1.14 Petition for 1I""nw, eorreopondlnr transmitting of an InternationaI IIPpll·

U.s. appIJeation. cation to any foreign patent agency or
(a) When there Is a corresponding InternationaI patent agency when the

'" .Y:nlted States ..ppUcatloIJOIl.fUe. IIPe,subject matter of the foreign or Inter­
titian for 11cense under I 5.12(b) must nationaI app11catlon corresponds to
Include the required fee (ll.17(hll. If that of the domestic app11catlon. This
expedited handling of the petition II license Includes authority
also sought. and must Idelltlfy this ap· (1) To export and fUe all duplfcate
plJcatioll by serlaI number. !lIing date. and formaI papers to the foreign coun­
Inventor. and title. but a copy. of the try or InternationaI agencies;
mat.erlaI upon whlch the license II de. (2) To make amendments. modifies'
sired II not required. The subject tions and supplements. Includlni dh1·
matter licensed will be measured by slons, changes or supporting matter
the disclosure of the United States ap- consisting of the illustration. exempli­
plkatlon. Where the title II not de- flcatlon, comparison. or explanation of
scrlptlve. and the sl,lbject matter II subject matter dlsclosed In theappll·
clearlY of no Interest from a security cation;
standpoint. time may be saved by II C3> To take any action In the proo'
short atatement In the petition as to ecutlon of the forelm or international
the nature of the invention. applJcatlon; and

CbJ Tv.o or more Unlted States app11. (4) To add aubject matter or take
(:lI,tlons ahould not .be referred to In any action under paragraphs Ca) (II
the same petition for 11cense unless through (3) of this section which d~
they are to be combined In the foreim not change the general nature of the

- or international applJcatl"Il.>in·whlch· ·'aubject·matter·dlsclosed-at-the-1ilJte of
event the petition should so state and fIling, unle.. the subject matter added
the Identification' of '. each United Involves technical datapertalnlng to:
States application should be in .epa· CIl Derense services or articles deslr'
rate paragraphs. nated In the United State. MunltlOD5
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• &.16 Erred of seereey order.
Any license obtained under 35 U.S.C.

184 Is ineffective U the subject matter
Is under a secrecy order..and a secrecv
order prohibits the exercise of or any .
further action wider the license unless
separlltely speclflcll1ly authorized 'by a
modUlcation of the secrecy order In
accordance wlth I 6.6.

Chapter !-Patent and TrademarkOHl.. § 5.17

LIst applicable at the time of forelen ject matter disclosed at the time of
filing. the unlicensed exportation of filing or which Involves the disclosure
which Is prohibited pursuant to the of subject matter listed In paragrsphs
Arms Export Control Act. as amended, (a)(4) Ul or (Ill of this section must be
and 22 CFR Parts 121-130; or . separately licensed In the same

CU) Restricted Data. lensltlve nuele- manner as a foreign or international
ar technology or technology useful In application. Further, U no license has
the production or utilization of special •. been grsnted under I 6.12(a) on fUing
nuclear material or atomic energy, the the corresponding United States appll.
disSemination of which Is subject to cation, any paper filed abroad or wlth
restrictions of the Atomic Energy Act an international patent agency whleh
of 19St, as amended, and the Nuclear Involves the disclosure of additional
Non·Prollferation Act of 1978. as tm- lubject matter must be licensed In the
plemented by the regulations for Un· f' I In
I lfl d Activities In FOreign Atomic Same manner as a ore gn or terna­

e ~gyePrograms, 10 CFR Part 810. In tlonal application.
feet at the time of foreign fUing. (f> Licenses separately grsnted In

"(11) Orant of a license under 16.12(b) connection wlth two or more United
authorlzas the export and mlng of an States applications may be exercised
appll-.tion In a foreign country or the by eombining Or dividing the disclo­
tnnsmittln. of an international appll· sures, as desired, provtded:
cation to any foreign patent agency or (11 Subject matter which changes
international patent agency. Further. the general nature of the subject
this lkense Includes authority to tor- matter disclosed at the time of filing
_n1 Il1J duplicate and formal papers or which Involves subject matter listed
to the foreign patent agency or Inter- In paragrsphs (a)(4) (j) orCU) of this
national patent agency and to make section Is not Introduced and,
amendments, modifications or supple· (2) In the case where at least one of

. ments to and take any action In the the licenses was obtained under
prosecution of the foreign or Interna- 15.12(bl, additional subject matter Is
tlonal application, provided sublect not Introduced.
matter additional to that covered by (gl A license does not apply to acts
the l1censel6not 1Jtvo~ed.· .. t.-f h 11 ..... nted

(c) A license £l'anteif under 15.12(b) done"" ore t e cense was •• _. .
pursuant to I 5.13 or I 5.14 shall have See I 5.25 fpr petitions for retroactive
the scope indicated In para£l'aph (a) of liCenses.
this section, U It Is 80 specified In the 148FR 1It82. Apr. t. 18"1

-ense, A petition. accompanied by
,e requJred fee (II.17(h», may also

filed to change a license having the
..lOpe Indicated In para£l'aph (b) of
this section to a license havlnr the
1IC0pe indicated In para£l'aph (al of
this section. The change In the scope
of a license will be as of the date of
the £l'&nt of the change In 1IC0pe.

(d) In those cases In which no license
Is reqUired to fUe the foreign appllca·
tion or transmit the international ap·
plication, no license Is required to file • &.17 Who ",ay u.. lIeen...
papers In connection wlth the prosecu- Licenses may be used by anyone In­
tlon of the foreign or Intematlpnal ap- terestedln the export, foreign fUing,
pllcatlpn n9t InvPIVlnB the dlscl.,."... or Internatlpnal transmittal for or on
of addl.tlonal subject matter. behalf of the Inventor or the mven-
,.·leF"li)''-piiperlDeTBbrMd·· or trans- ··.tOi"iiiiiIiDi.-~··"···"" ••
&itled. to an international Plltent
agency foUowln, the fJUng pf a foreign Itl FR IU83, Apr... IUSU
or international application whIch
eh~es the general nature of the aub-



15.11 Tltla 37';"Palanl., Tradamarks, and Copyrlghl.

I $.18 Ann., ammunillon, and Implemenll mlng In the U.S. Patent and Trade·0' war. mark Office (15 CFR 379.3(c)).
f h lcal (c) inquiries concerning the expert

la> The exportation 0 tee n control regulations for the foreign
data relatlnlr to arms, ammunition, minlr of technlcal data other than
and Implements of war Irenerally to
subject to the International Trartlc In patent appltcatlons should be made to
Arms Regulations of the Department the Office of Export Admlntstratlon,
of State 122 CFR Parts 121-128); the International Trade Admlntstratlon,
articles designated as anns, ammunl- Department of Commerce. Washlnlr-

d 1m I ts f ton, D.C. 20230.tlon, an . p emen 0 war are enu-
merated In the UB. Munitions LIst, 22 ItS Fa 128St,Nov. l,lt801
CFR 121.01. HoWever, If a patent ap·
pllcant complies with regulations IUD Export of IKhnlcal dlta relalln, to
wued by the CommissIoner of Patents .ensltlve nucl.lr technololY.
and Trademarks under 35 UB.C. 184, la) Under regulations (10 CFR 810.7>
no separate approval from the Depart· established by the UnltedStates. De.
ment of State Is required unle.. the partment of Energy, an application
appltcant· leeks to export technical flied In accordance with ..the regula·
data exceeding that used to support a tlons (37 CFR 5.11-5.33) of the United
patent application In a foreign coun- States Patent and Trademark Office
try. TIlls exemption from Department and eltglble for foreign flIlng under 35
of State regulations Is applicable reo U.S.C..18t, is considered to be tnfcrma­
lardless of whether a license from the tlon avaIlable to the. publtcln pub­
CommJssIoner Is required by the provf- lished form and a generally authorized
810ns of II 5.11 and 5.15 122 CFR activity for the. purposes of the De-
125.04(b>, 125.20Ibll. Partment of Energ)' regulations.

(b) When a patent appltcatlon con- IblInqulrles concerning the export
talnlng subject matter on the Munl· of sensitive nuclear technology other
tlons LIst (22 CFR 121.01> is subject to than related to the mlngor prosecu­
a secrecy order under 15.2 and a petl- tlon of a. foreign patent. appltcation
tlon is made under 15.5 for a modifica- should be made to the Attention: Sec·
tlon of thesecrecy order .t9 permit retary, United States Department of

m.fUlngabroad, a separate request to the Energy, Office of InternationalSecurl·
Department of State for authority to ty Affairs, Washington, D.C. 20858.
export classified information Is not reo In FR 11ts3,Apr. t, 18841
qulred (22 CFR 125.05(dll~

118 FR 8430, Apr.22, 18701 15025 Pellllon for retroactl.. llcen...
la> A petition of retroactive Itcense

15.18 Export of IKhnlealdata. under 35 U.S.C. 184 shall be presented
.la>' Under regulations (15 CFR In accordance with 15,13 or 15.14, and

370.10lj» established b)' the U.S. De- Ihallinclude:
partment 01 Commerce. International (1) A listing of the forelllt countries
Trade AdmInIstration, Omce· of - In which the patent application mate­
Export Administration, a validated _rial was med,
export Itcense Is not required In any . 12> The dates on whlch the material
case to me a patent application or part was flied.
thereof In a foreJgn country If the for- (3) A'verlfled statement containing:
elgn fUlnlr is In accordance with the m An averment that the .lubJect
regulations (37 CFR 5.11-5.23) of the matter In question was not under a."
Patent andTrademaTk Office.. crecy order at the time It was llJed

(bl A \'&lJdated export license Is not abroad, and that It .. not currentlY
required for data contained In a patent under a secrecy order.

····appllcation··prePlli.d·whoUy'fri)M·foi: ..·llfj··A·.llOWfiiitliifllle "Uceiise'Jiu
eJgn·orlglntechnlcal data-where such been dtltgently sought after. dJscovelY
application Is being sentto the foreign of the proscrIbed forel!!" fUlna, and
Inventor to be executed and returnedlUl) An, explanation of why. the mao
to the UnJted States for.ubsequent lerlal was Inadvertently flied abroad

110
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EDx'J'oRlALNon:~ 6 iii placed in & sepa·
rate 1T0upinc of Part.'s pertaininc to trade·
m.arks. Itappeara, onpqe_180of th1a volume.

PART 6-CLASSIFICATION OF
GOODS AND SERVICES UNDER THE
TRADEMARK ACT

principals In respect to any Govern·
ment contract or the requirements of
any other Government agency.
124 FR 10381, Dec. 22. US9. Red..lrna~d 01
o FR 13483, Apr. 4, U841

• 5~32 .Papen In Enrli'h .Janruare.
All papers submitted In connection

with petitions must be In the English
language. or be accompanied by an
English translation and a translator's
certificate as to the true, faithful and
exact character of the translatton,

124 FR 10381, Dec. 22. 19s9. Redeslana~d at
49 FR 13463, Apr. 4, 1984J

'5.33 Correspondence.
All correspondence In eonnectlon

with this part, including petitions,
should be addressed to "Commissioner
of Patents and Trademarks (Attention
Licensing and Review), Washington,
D,C. 20231:'

149 FR 11483, Apr. 4, 198t!

PART 7-REGISTER OF GOVERNMENT
INTERESTS IN PATENTS

Sec.
'1'.1 Requirements.
7.2 Asslrnrnents.
'1.3 lJcenses.
'1;4. Abbre,;ated copy.
'I.S Instruments already on record.
'1';6 Access'to restster.
7.7 Secret rerlster,

AtmlORr.".: E.O. 9424. Feb. 18, 1944, 9 FR
19S9: 3 CFR 1943-1948 Compo

Somer. 24FR 10383,Dec. 22, 19S9, unless
othenr1le noted.

• U l!equlre",enll.

Executive Order 9424 (3CFR 1943­
1948 C",mp,) requlreslhesevera.J de­
panm.ents··.· andother·exee~tlve···agen·
eles of the. Government, including
Oovemment·oVr-ned -or,.' Government·
controlled corporations. to forward
pr",mptly to the Commissioner of Pat-

without the required license under
I 5.11 first having been obtained, and

(4) The required fee 11l.17lh»,
The above explanation must Include a
Iho",ing of facts rather than .. mere
allegation of Inadvertence. The show­
Ing of facts Ihould Include statements
by those persons having personal
knowledge of the acts regarding filing
In a foreign country and should be ae­
companied by copies of any necessary..
luPportinK documents such as letters
of transmittal or Instructions for
fUing. The acts which are alleged to
constitute Inadvertence should cover
'he period from the time of filing untU
.ewal. flllna of the petition under this

aectloD.
Ibl II • pelltlon lor a retroactive 11·

cense Is denied, a time period of not
less than thirty days shall be set,
during which the petition may be reo
newed. FaUure to renew the petition
within the act time period wI1.I result
In a final denial of the petition. A final
denial of a petition stands unless a pe­
titian Is filed under 11.181 within two
months of the date of the denial. If
the petition for a retroactive license Is
denied with respect to the invention of
• pending application and no petition
under 11.181 has been flied, • final reo
Jectlon of the application under 35
U.s.C, 185 w1l1 be made.

IC) The granting of a retroactive 11·
eense does not excuse any violation of
the export regulations contained In 22
CFR Parts 121 through 130 (Interna­
,Ional Tralflc In Arms Regulations of
the Department of State), 15 .CFR
Part 379 (Regulations of Office of
Export AdmJnlstratlon, International
Trade Administration, Department of
Commerce) and 10 Cl'R Part 810 (For·
eign Atomic Energy Programs of the
Department of Energy) which may
have occurred because of the failure to
obtain an appropriate license prior to
export.

10 FR lIfea, Apr. "UHI

GElfEllAL

15.31 Etrecl of modilie8llon, ....laalon or
·B.......

Any consent, rescission .or license
under .the. provisions of this part does
not lessellthe responsibilities of the



•."_.~.~.-

1$.00
00,00

"SO.00
300.00

.1.16 National application nUn, r....

&IJ &.sIc 1M fOl' Mng ..en appIation for In
original Pltenl, ••eeet dnign or p(ant~:

By a ."..1 .mity (I 1.l(fII ..."-.~_._.....-_.
By other than a ","",I MItty....;......_ .._. ..

tlirtn Cadctitii:in 'tD:Iht'b&iIii:: "fIIiriG~' tee· .'("an' ..,.."
.anginal applicltion, for fi!ing, or loll... prnen­
tltJon 01' Nch independenl dUn ~ acea of
0,

By • ItTIIhnlity II '.'(f)) _..~"":._._._""_ ..
B.y"ou. thanalmlll fthtiCy.•__Mri"-_.......

Chapte' I-Patent and Trademarlt OHice § 1.16

the applicant's uslsnee or attorney or of the date of the orlglnal denial. In
lient of record. submitting such request the party

b L. ".131. B9 Sl.&t. 1115; 35 UB.C. 8. should include. any written argumentl!:::. 'L 87.247; 15UB.C.1113. 1123) he desires to support his belief that
/42 Fa 5593. Jan. 28. 1977, and 43 PH 20482, the record requested should be made
)l&y 11. 1978. u amended at 47 FR 41273. avaUable. No personalappear&Ilce.
8<0,.17.1982: 49PH 5S2, Jan. 4, 19841 oral argument, or hearing shall be per-

mltted. The decision. upon such re-
.1.15 1l<q.e.ts ror Identifiablerecord.. quest shall be made by the Commls-

(al Requests for records not dis- sloner of Patents and Trademarks IlJld
closed to the public as part of the res- shall be based upon the orlglnalre·
ular informational activity of the quest, the denial, and any ...Tltten ar­
Palent and Trademark Office and gument submitted by the person seek­
which are not otherwise dealt with in ing access to the record. The decision
the rules in this part may be made by upon review shall be promptly made in
completing Form CD·244, "Appllca· writing and communicated to . the
UDD to Inspect Department Records:' person seeking access. If the decision
and submitting this form, in person or Is wholly or partly in favor of avail­
by mail, to the Commissioner of Pat- ablllty. the requested record. to SUch
ents and Trademarks, Washington. extent shall be made available for In­
D.C. 20231. A nonrefundableapplica· spectlon as described in paragraph (al
tlon fee of .2 must accompany each of this section. To the extent that the
appllcstion.· Caples of Form CD·244 decision Is adverse to the request, the
are available in the Central Reference reasons for the denial shall be stated.
and Reeords Inspection Facility, Room A decision upon review completed as
2122.Department of Commerce Build· provided herein shall constitute the
Ing. Washington, D.C. 20230, the final decision and action of the Patent
aearch room of the Patent Reference and.Trademark Office as to the avail­
Branch of the Patent and Trademark ablllty of a requested record, except as
OWce, the search room of the Trade- may be required by court proceedings
",ark Examining Operation, and in initiated pursuant to 5 U.S.C.
many public information offices and 552(a)(3). Reconsiderations resulting
field offices of the Department of In final decisions as prescribed herein

.....Commerce. ILthe,requested record. Is shall be Indexed and made availableIn
Identifiable, the request will be reo the search room of the Patent Refer·
viewed by the appropriate official au- ence Branch.
thorlzed to make an initial determina- (c) Procedures applicable In the
tlon of the availablllty of the record. event of a subpoena, order, or other
If It is determined that the material Is compulsory process or demand of a
not to be made available to the. reo court or other authority shall bethose
questing person, said person shall be set forth In section 7 of Department
notified In writing of that fact and the Order S4 (32 PH 9734, July '4, 19S'n.
reasons why the record will not be dis-
closed. If ~he 'record is to be made (Sec. 1. 88 Sl.&t. 793, 81 Sl.&t. 54; 5U,lS·C.
available. inspection wlll be permitted 552, 35U.S.C. 8)
In the appropriate Patent and Trade. 132 PH 13812, OCt. 4, 1987. &samended at 34
mark Offlce .search room. Fees for FR 18857, Nov. 28,19891
caples of records and for searches and FEEs ANll PAYJIENT or MoNEY
related services are payable In accord­
ance wlththe schedule of fees and
charges established In I U of Title 15.
CodeoJFederal Rellulattons.

(b) Any,person whose appllcatlon to
Inspett a record has been refused may

,request U'econslderatlon of thelnl~11lJ
denial by templetlng and. submitting
the appropriate section of the Form
C1>-'244. The request for reconslder­
atlon should be made within 30 days

15
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135 U.s.C. 8; 15 U.s.C. 1113. 1123)
141 FR 41273. sePt. 17. 1882]

11.17 Palent application protflal.., r....

UIO
10,IX)

....
10.00

15.00.....

10."
100.00

7$.00
110.00

10."
100.00

".5O
125.00

l00.DO......
150.00......

(c)~ ... lot~ wI!I'*' .11ird
trIOOIh~ to f 1.136(a}:

By • small .miry (ll.8{01 __•.••_._.......... 175.00
Ity otI'.-r than • -.11M11Ity _.. aso.OO

Cd) Emnsion fM for.·~ WIt*'I bd1
month~ 10 ".138(a):

By • ttnall entit)' (, U(f» _.• • 275.00
By othel' than • trnItI entity ....•.••..•._.._~__. ISO.OO

Cl'l For~ • I1otioI 01 JIlPMI from ..__rrmer to the ao.rd of~:
8r • .mII{'" (f 1.P(f)) _., · 57.50
By 0CfWtthan. M-'I .mrty _ ..__ 115.00

(f) tn~ to trw ... lot fting • ritiIc».of
1PPNl. lor ftIing • tlMf WI~ of·.,
appMl:

By. amaIlentity (I U(I)) w_.•.;_....:..__.. 57.50
By other 1tIan. ~,errtity ~........ 115.00

(g) For filing • rtqueSl fot an oral~
Mfl:n"tht Board 01AppNls:

By • I'M!I entity CI , .8(1)1 ..._. ... 50.00
Byother hn • amall entity.............................. 100.00

(tI) For filing • P'titio!" 10 the COhlnli:SSiOtler
...... MCtion of Part 1 or 5 .!iRed' bek:/w"
wtlictI refers 10 ItliI paTaigraph 1120.00

--f U7...:...for ftling 6y Other thanlltl 1M
tMIntora or • per»'! nol the inventot ..

-f U8-for CClI'Te'CtiOn of~ , ...
-f , .11!12-for deciIion CW\~ not

IptCificaIIy~ for ....•..•_ .._. ...
-f ','~lOllJSPend1M Mes : .
.-f 12M-tot ""filing 01' Int.-f-.noe

Mttlemem agr.."..nl ~ ,.., .
-ff5.12, 5.13 & 5.U 1or~ IWl-
~ng Of IcQign filing lice,.. ; : ...

-f5.1~fOt Chlnging thltc:OPI'Of- •. i-
cenu __ .

-I5.25--1or 11I'IrtlIIetr..~ ...
(l)FCf tiling • petition to tN~

IIAI:»r • Metion Of 1tliI' part '1itMd :bebw
which ",Iera to this PAI'IIgr~h 10.00

t " 12-for IIC:C*$ Ie ., .".;gnment

'"""'"".'4-for~ to Ilrl ~tion
t 1.55--tor entry ol "te priority~
, 1.102-to ftII,k.lJIpIicatiOn~r
".'03-to auspend action In~
".'77-forllviaional rMaun to ....._..~
'_1.268-for .c:cou 10 r.terl~ ...

menl .grHmenl
'1.312-fOr arnenctmenI Ilft8r peymetntOf.........
• '.3f3-1e wIlhchw ~ ~tion·from......
11.3'''-10 del., iuulnc» ol • PII'ent
11.3341-for pelenl to UL. 10 aaignM.

Ulignmenl~ IIle
UI For filIng • petition to InIt!tl11e. PL** ...

proceeding under ".2i2.......m .... : ..... ~.~.............. 750.00
Pli For procnting .n appIicltion fItIK' wtlh •
~lCltion ., '. non-Englis/'I ~
(f '~52(d)) _ _.._.; ~_ _ ;:._.;. 10.00

(IJFOt tiling a petition ('1 forh~ 01' ."
eal'lCk>ned appIicalion under 35.U.S.C. 133.
or (2) for delayed Plrment 01' the .... 1M
'"* 35 U.S.C. 151:

Bya amaJr .mtly (I U(f»n ts ..
III~ ... tor rlllPONl wit*' b' B!l' otMr lhana amanantity ~.--...- ..._- 10."

,-"!ii~~~-'J~~~.~~,,-_w_--,'.:;:~.J=.-''''125:00:: ---:(m!J,ren~~,a,:1Y,-,~~,~";;-"'_-,-_i; ..~;
By other hn a sm.11entIty ...__...'..:..._ ....;..... 50.00 for the uninlentionally delayltdpayrMnl of

(bJ Ex1el'llOn "'Ior rnpol'1M wtlt*l.MCDl"d 1M I.. fOr iulJIjng. Pliant;
month ,..,...nt 11:1 , 1.138(1): By 1 .",.1llfl1ity 111.1I{f)) , __.•... 250.00

By a small entity (, 1.1(1l)._._.,:;.,;;,,_..,:;;,;;:,":;;8y' other 'lhan a Im&lI enIity ~._ _._.~.. 500.00
By othar~ a IIInllIr anttly .....;..;;...:.:.:...,:,i..;.;,:.;:

tel In -*ition. to.. beIC IIing ... In, WI
original~. tor I'IIinO or later.~
IIIion Of eech cIMn (whetIw" hbp d."1 or
~)' In'~ of 20 (Note _hi
t 1.75(c)IndicIII" how rnuttipIa. dependerII
daimI ..~ tor ....~ P"'­......):

If • .".. (J 1.1(1)------.
~ otnrtr ."" anctty•.._ ..~__._•.

tdJ In~ t) t.Iic Mng .... In an
CllVnaI ~tiOll, ....~ CICM>

..., or·1I amencMd ·to contl/I'l, ·a. IftUftIpIe
~ daim(.}, '*" ~tion:

By a amlllI entity (, 1·l(lll _ _.__.._._.

B,-othar thin .. 1tI'lI1Il'ntil)' ..
(If 1M adcIitionaIIMI~ by pat'II.

vaPhS ~), (el IIl"d (d) .... not. paid
on MIng or on lal.. prwentatiOn 01
... daimI tit whictI Iha lIdl:iIionlI
...... M,"" triUltba pM! or
.... cMiml~ by .i.d•••l
prior tolha lfJ;IQlion ~. 1M tima
period Ml for ft'SPOtl'M by .... 0tfIca
., IltlY I'ICltice Of ... c:r.fic::ienCy.1

Ie),~ tor fling 1M'buIc tiling tee or
Nth· or.~tion on • datil .... IhIIn ..
IIing date 01' thl appIicetiOI'l;

By a omoi _ 1I1.0(Q) _
., d1* hn a ..... lfflIify •

\1) ....... - __,
Dr1 ItI\lfI~ (f 1.8(1)) .... ._•.
~ ClllWl' 1hIIn e amatI.mtly..,_......__ •__....._.

1Il_ .......... ,o."
B!l' almlll antlty (11.1(f)1 _ _ ..
By otI'liIr tl'Ian·1Ii amlllI .mi!y." ...

1") .Bale tea tor filing ..en ,....,.~
By a amaII.mitt II , .1(1)1 .._........__ ...
By~ than. email entIty-r-r-_....;...,. ...

" In~ 10 thI buic flIjng ,.. In a lWiiUIM
1IIPPIitUon. tor fting or IIoter·~tiOn of
-.ch~I claim whiCh il-In.exceu Of
1M ftUll1b« 01 Indapi ..II aMnI In ..
Original pltlll'lt:

ew-'Ii arMI-*ty fI 1·8(f)1 ..
By other than a .".n lfItity _ ;._ ..

GI: In al:ldition 10 Iha buit: filing tMIn a ,......
applicatiOn, for riling or lit... pr:IlNntItion of
MChdaim (whelMr incIapendanf or dIJpend­
enl)'1n .ceu 01 20 IIl"d afIo In ezcea of
the.rlUl'Ttler 01 Claims In the original.palant,
(Not. that' 1.75(c) k'ldicatn hOw muItipIa

dependMl dIirN; .. c:cnaidered tor"""0
_J'

-Iy ...... enWr 8 1.1(1)) _ .._ ..
., i:IiIher than .. IimlIllfltity .- .

(Not..... , 1....5 tor InlamltiOnalap­

............ and _"" .....).
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.c

2.00

2.00

50.00

'200.00
"'.00

':0$40.00

)2i).OO

1,.~;~

,"25,00'
50.00

, 400.00

§UO

(d) UbrtIry Mr'Yioe (35 U.S.C. 13): For proYiding
to tibfanes copies of anpallttltl -....ct InnlJ-
liliy, per .nnum ri _ ..

fe) UllSof Pll.nuln aubclus'
(1) For tIIt·O!' all United Stain PlMntI In •

eubcIuI. per, ~ooPller'l1 rumeraor
hc:tiorl ther~f .

(2) FOf IiI1 of'UNtIld Stain Pll.ntJln.
IIJ:ldUs lirritlld bydal. or'palllht
number, per 50' paWnI rurber1 or trac·
tion therlOf _._..__.._ _H._ _..

135 U.S.C. 8, Pub. 1. 97~2n; 15 U.s.C.1l13.
1123)

147 PH 41273, SepL 17, 1982, .. amended at
49 PH 552,.Jan" •• 19841

• ,1.20 POIMaau&I!ce. reel.

cal For providing, ...l»ftifictlt¢oorrecticin Of
IPPheaM', ""'take (f 1.323) .: _.._.•::. -

*,J''''lrtIon tor·~ Of·~·.In,.
".pm.nt (f 1.324} _ .:; _ .
tel .'FOt fiImg. reqLIeIt .. for:~tiorl

(Jl.S'O(.)l _ : _ ..__.._._._.,._ ::
(d)'For filing each ItlMorylilcl&imatU,l.321):

By • atnllil tnIltylf ,~.etf)) ..._ _~..._~......,...;:
By other th.n .,~~, :7' .."':.•."..,..:.:,

~l For ~N~ ~ or9~,~,~
,pe,tent, exe.p! • Design Pltenl., buect art ~
appIlC.IlOI'I .fJIe(fOt'Of ,!fter"DecenDIol:'U,:'
lMC and befor. AugvS:127, 1862, .n·fc:lr'ce·
beyond" years. the,....~ by,ttY... ,......
andSIX months after tht Origil'\l! grf:"lt:':"~'''''':''''

(f) FOf rn&Irrtainingan qnal or .........,Pltent.
ItXcept • ttHign' pal.nt. bUedori'an'~.'
tiorl filed on Of .fter o.c.mber 12. H180*nd
t.lor. August 27, ~ee2.,.n,foi:C!·~,,'~,
)'Nr$: thefetnnfuffbf'MVitn~'t:Iii )Iix'"
monttLI .fterthe Original '.granl......:;;;.,;;;...,...u:...,.

(;},For rnaintaininganoiigll'\l"or rwIittl.Ie
pa.lertt, excepl,.·dnign pelertt,·baNd·on'an
application filed' on Of lifter~.. 12,
1880.nd t.lor. Augusl 27. 1M2,'1n1Qi'cj
bltyOnd 12 years. the· tee ,ill due; by'''''''

''',yearsand SIX monthI .f1er theongirwl grant....
('hI For rT'IIint,Jning .1' CIliginll or 'rtIiNUe

pelt1lt, exoepl··.·· dnign or p••nf;pa.lerit,
biNd on an *PP'ieatiOnfiled on'or after
,:Augull 27.1P82,'In,foroe,tMfyond· .c.,.,...,.;
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'(#5 U.s.C. 8; UU.s.C. 1113.11231
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'1.19 Documenl aupply r....

The Patent and. Trademark Offlce
",m .upplycople. or the f6lJowlngdoc·
uments upon payment of the f~ipdl­
eated:

Chaptar I-Patant and TradamarlcOffiu

(35 U.S.C. 8. Pub. L. '7-247; 15U.s.C. 1113,
1123;35 U.s.C. 8, 41. 161,.,.188; EXpOrt Ad·
ministration Act of 1979,'as amende~; Anus
EXport Control Act. as· amended;' -Atomic
Eneri'Y Act of '1954. as amended; -Nuclear
Non~ProllleT&Uon'Act of 1978. and the dele­
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,to the Comm1.ssioner by re~l&tlons US
c:FR 370,10W;22 CPR 125.04'''''110 CPR
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t9 PH 13481. Apr. 4, 1.841 . . .
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clnign -Pltent, or "de1.I'lIive' pA)licl;tion
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(31 Copy", pal.nl.lPPlica,tiot'l .. Ntd.

. ..ch 50 ~QeS or frIIction,!,M-of .•._··_.
f4JCopj, of ~l.nl file wrapper andeen-
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l'IDt'ptepI:'redby tho,PotoMand~T"""'"
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§ 1.21 nile 37..;,.patenh, Trademarks, and Capyrillhts

0.20

I

• 1.%2 Fees payable In advance.
(a) Patent and trademark fees and

charges payable to the Patent and
Trademark OWce are required to be
paid In advance. that is, at the time of
requesting any action by the OWce
lor which a lee or charge is payable
with the exception that under t 1.53
applications lor patent may be as­
signed a Wlng date without payment
01 the basic filing lee.

CbJ All patent and trademark lees
paid to the Patent and Trademark
Office should be Itemized In each Indi­
vldual application, patent or other
proceeding In such a manner thatft is
clear lor which purpose the lees are
paid.
(35UB.C. S.Pub. 1.. 97-247>
148 FR 2708. Jan. 20.1983]

• 1.23 Method of paymenL
All payments 01 money required for

Patent and Trademark OWce fees. In­
cludlng fees lor the processtna of
international applications <t 1.445J,
should be made In U.S. specie, Treas·
ury notes-: natlonal ba.nknotes. post
oWcemoney orders. or by certified
check. If sent til any other form, the
OWce may delay or cancel the credit
until collection Is made. Money orders
and checks must be made payable to
the Commissioner of Patents and
Trademarks. Remittances from for­
elgn countries must be payable .and
Immediately negotiable In the United
States lor the .lull amount of the lee
required. Money sent by mall to the
Patent and Trademark Omce wlll be
at the risk of the sender; letters con­
talnlng money should be registered.

CPub. 1.. 94-t31. S9Stlt. S85)
143 FR 20482. MIlY 11, 1975]

'1.24 Coupon.:
CaUl/OIlS IndenomlnatJons of forty

cents and one dollar are sold by the
Patent and Trademark Offlce lor the
ecnvenience 01 regular purchasers of
U.S. patents and trademark reglstra·

.·tlons;these.•coupons. may·.not.be·.used
lor any other purpose. 'I'he40,cent
coupons are .. sold individually and In
books of 50 with stubs for record for
$20. The one dollar coupons are sold
Indlvldually and In books 01 50 with

1.00
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1.00
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10.00

20.00

10.00
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.....

f7!i,OO
50.00
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too.CO

C35 UB.C. S. Pub. 1.. 17-247; 15 UB.C; 1113.
1123>
147 FR 41274. Sept. 17. 19S2... amended at
41nl553. Jan. 4. 19SU

C35 UB.C.S:15UB.C. 1113. 1123>
147 FR 41274. Sept. 17. 1882]

.1.21 MiJCelianeou. len and e.......el.

'the Patent and Trademark ornee
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the services indicated:
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htiOrl to~ ~.14lO" II>-
p1ic111ion _ ..

(21 On N9'&"bon tD~ · m_.__._ ..
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IiftI:Imr( 0I1IfIl'\1 ... •._.
(bl__.
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ICCDUnt _ _ _ _.
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fte ballanoIt 81 .". end of ... rftonIh it
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fI) s.tcf\ 01' .OffiCe rec:ords',_ for'~
P• ..,..I .-ld Trao.man..~ ,'1'KCll'dI for JU~

JICIM' no! ClCf'IIMwiM. apecifieCI, per 0M-ftI"
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til Copy m.chi,...~:ToQn tor.~
NcttiM, ..Ch· _ ,~.~-...:. ,:....~ ,..

(h) Recording c;7f ctocument.:
(1) FOf ~ding ..ch aaiQ""*1t. ...

menlOf othlJr ~'''\IIbng kl ~
erty tn e pet.nl Of·applicf,tiO,1.. ,., .

(2) Where • document .~ t-~
under ~.O'",h (h)(11 Of, hi MC'bon
N'f.. to more It\an one ~t.nl Of appIi-
c:etion, Ior ..ch adcIrtIone1 ~t.m or ep.
plicabOn ;•..•....· :..:P.....:,;, ;·.

(I) PlAllieIobonin OfficitIl CkN".; For putllice.
lion in h ~I a..z.n. of • nobce Of ItIa
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bnsing Of .......chapplieation Ol'P11lettl.....

• For • dl.Ipltc:a.ta Of ~c:em.nl Of • P'fTl\II •
...,1 Otfee UMl' pus rrtwre iii no tharglllor
1"-tnl~I UMr PHI) .. .;...:.-,;,~.;..

(k) .FOf· ilerN enc:l MNiceI, hit 1M.' Convnit­
IioMr fincfI rna)' ~ aupplied, .for which' ....
... not ll*ifoed by NoM.'or by '1hiI _-
Ion. IUd1d'IIIl'9's •• ma)' be de"'"**'bJ
1tII ~'wlttl'rnpecl ~·MctlI&.ictI

11m or Mr'tictI.:.,: ;; ; :;~.; ; '-=..' COlli
(I) FOf pI'OOOt.JinQ *"CfN1aining any~
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Step

1.

2.

Action

H~st (U.S.) party secures
PTO License on basis of
fore groLL;id pacent dfs cLcsure ,

Hds<:~~rty ,forward,s" patent
disclosure 'to 'other
qaPCi,n,ese) party together
w~_~h, a~~h~r,iz~t~on,,~~~ile
Jipanese patent/UM appln.
on the basis of patent
dfs cLosure ,

PATENT ~ILING ABROAD ON INVENTIONS
CONCEIVED IN TIlE UNITED STATES

- NO PRIOR CORRESPONDING U.S. APPLICATION -

Comment

Old PTO Rules 37 CPR Part-S

Scope' 'of" PTQ" License
defined "by 'patent
disclosure.

No official fee.

Export of patent
discl¢sure;for purpose
of evaluating Japanese
pat./UM filing but no
actual filing, without
first securing PTa
License, arguably
risky: -
Conflicting opinions
concerningje~ort of
technical data (e s g ,.;
by way of patent
disclosure ;or patent
'application). subject
to U.S. exPort
controls on the one
band. and. ,foreign_,
patent fi,l~ng.. ­
requi:reIllen~s,of:; the
1951- _Inven~ion;5ecrecy
Act" and_th~ sllb~el:'vient

Patent Office Rules
on the ouher ,
Lack'of cl~arly
defined technical
data export licensing

APPENDIX D

New PTa Rules 37 CFRPart 5

Sect. 5.13 petition for PTO
License subject to petition
fee,~f expedited handling
sough~ (currently $120.00).

No PTa License required for
export of patent disclosure.
under JDA complying with
U.S. export control regulations.
for purpose of Japanese patent/
U.M. ,filing evaluation or
preparation but not actual
Japanese filing; 37 CFR 5.ll(c).

Note: Absent any prior U.S.
filing. actual Japanese
filing scill requires
a Pro License;
37 CFR 5.11(a)(2).
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APPENDIX D

Comment

I
'"­o
I

Step

3.

4.

5.

~

Ot~er party prepares
Japanese patentlU .M.
ap~lication.

Japanese application,
virtually identical in
scope wi th granted PTO
Li~ens~~,i.e., the patent
dU'closure, is," filed.

~~~:~.rt~i;e ',_ ~pp~:fca)~io#; b rOClder
iul.scope. .... x', _, c.··._·. -"

old PTORu1es 37 CPR Part 5

author! ty o(PTQc'in .
relaeion:to.·... other.·. U,.5.
export·.regulations such
as,,15CFR :'379 under the

·'jurisdiction .:of the DoC.

In c.omplt'ance, wi til law.

New ~TO Rules 37 eFR Part 5

5.1

5 .1.1

"p~~; _: par-ty .. _rli~'s
broadened";;'scope
~apanese application.

,-..'

1<~'

Other party forwards
copy of Japanese
application to be
filed to host party.

Other party in breach
of contract and~ in case
of subsequent U.S. filing
on broad scope, conceivably,
in violation of Invention­
Secrecy Act;
Host party. conceivably,
in 'Violation of Invention
S~-c'recy" ~ct',foz:_causing

unauthorized-filing as
to broadened scope;
'If scenario repeated~

.y~r~ually no chance to
-secure re troactive PTO

-Luceuse ,
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Step

5.1.

5.1.

5.2

Action

party-secures
nt'ary PT.D
on'; basis

0'£ scheduled
J~panese application
RluS compl~te English
ita~slation .thereof.

party~aut~orizes

party to. file
broadenedjscope

appId'ca trdon ,

'Comment

In compliance with
law if both PTO
Licenses, Step~ 1­
and 5.1.3, 'secured .

APPENDIX D

New PTa Rules 37 erR Part 5

Sect. 5.13 petiton for PTO
License~ subject to petition
fee if ~xpedited handling
sought (currently $120.00)

Ln compl.Lance with .Lav even
though JUSt onePTO: License,
S'tep 5'.L3~ se'cured ,
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COLLABORATED DEVELOPMENT OF SOFTWARE

Ricoh Company, Ltd.

Nippon Telegraph and Telephone
Corporation

Toshiba Corporation
Mitsubishi Electric corporation

NEC Corporation

Fujitsu Limited

NoricHika Toshiba corporation

Atsushi Ono
Kohma" Suzuki

Koichi Hasegawa

Hideo Doi

Hiroshi Koseki

II • FORMS OF COLLABORATED DEVELOPMENT

A. Objects of the Collaborated Development

Before we explain the objects, we have to give a difinition of

the concept of software.

As progress in online network systems and increased use of

data base systems shows, computer use is rapidly achieving

higher levels of sophistication and the work load and costs

of systems development are becoming higher than ever before.

Meanwhile, diffusion of Office Automation (OA) and Local Area

Networks (LAN) and so on brings about faster enlargement and

breakups of systems development and operations. Under that
circumstances, to advance productivity and reliability of

software, corporations in the electronics and telecommuni­

cations industry are inclined to research and develop software

in collaboration with other corporations in the same industry

those in the different industries such as equipmen~~sers and

software houses by combining technologies and know-how each

has.

Minoru Kato

Speaker. Kensuke
I • BACKGROUND

The word software generally means are,used

in electronic computers, but we will here use it which means
all documents, knowledge and technology regarding information

processing as well. As such, we can say that there are two
major categories in the concept of software.
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1. Programs such as control programs and application

programs.

2. The design concepts connected with office automation sys~

terns, LOcal Area. Networks (LAN), Value-Added Networks

(VAN) and Factory Automation (FA) and so on.

B. Forms of the Collaborated Development

The general form of collaborated development is assumed that

each party concerned is liable for a certain partin the

collaborated development. But due to the peculiarities of

software, its collaborated development may. take on the follow­

ing forms.

1. Collaborated development based onconsignment"':contract

The development of software is generally put in prac-.

tice based on a contract. The client provides the

specifications and data needed and the developer develops

software based on those specifications and data.

However, it is very difficult to develop software just

... if all the developer has to gO...on :are the' SI]e,;~:u""'''~,U<IS.

and data provided. Thus, both t~e client and developeF

have to work together closely i~ the exchange'of infor­
mation and the testing required ·to develop ~oftware.

Formally the development is bas,ed on contract

but in substance, this should bea collabora.ted_,develop­

ment.

2. Collaborated development based on license-contra.ct

Usually programs are supplied to users under a license­

contract. However, .that program is· often further.im­

proved or cornb.ined with other programs • In that case,

is based on.the license-contract.

C. Forms of Collaborated Development in View of ciient and
Developer '

Various types of collaborated development are dave Lopedtdue to:
the types of business of the parties concerned, objects of
or method of practice of the development.
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We explain below specific 'examples, which are classified in
view of the objects of the development (programs and systems)

and the. types of business of the parties conce~ned, especially

electrical and telecommunications manufacturers, users and

other business types. (Exampie: Softwar,e houses) . (Table 1).

1. Programs

a. Collaborated .development between electrical and .tele­

communication corporations.

Control programs, etc. Very few specific examples.

b. Co~laborated development between electrical and tele­

communication corporations and customer-users.

Application programs, etc. The most commOn cases.

C. Collaborated development between electrical and tele­

communication corporations and other corporations.
Application prOgrams, etc. Cases in which the,electrical

and communication corporations consign the development

of .programs for personal computers to sqftware houses.

2. 'Systems
. ..' , -

a.Collaborated development between electrical or tele-

communication corporations and users.

Design systems according to the user's requirements
such as offiCe or factory automation systems, Local

Area N,;twclrks li,AN), etc.

b. Collaborated development between electrical or tele­

conutlunicat.ion corporations, users and other corpora­

" tions.

Value-Added Networks (VAN), banking systems, dis-­
tribtition and sales data sys,tems. etc. users and'

informations required for "the 'development Of,said

systems.

III. DIFFERENCES IN LIABILITY FOR DEVELOPMENT AND FORMS· OF
CONTRACT

Although as stated above, ,the forms of' collaborated software'
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development vary widely, 'the steps on which software develop­

ment are based are the same.'

Since Table 2 shows these development steps and the results

for each of those steps, we will follow the sequence below in

our explanation.

A. The Survey and Analysis of the Users' Needs for the Soft­
ware

B. A Sheet of Requested Specifications

Systematize the requirements in forms the computer can re­

alize and determine the parameters tile computer ,can proCE!ss.

Usually, the client and developer work together to examine the

client's requirements and draw up a list of required specifi­

cations based on those requirements.

c. Basic Design Specifications

Develop basic design specifications based on the required

specifications. The basic design specifications are used to

determine development time" ,hard",are and language costs. for

development.

D. Detailed Design Specifications

Determine the parameters necessary for developing the entire

system, its configuring SUbsystems, programs for screen dis­

plays, etc., and develop det,ailed design specifications •

E. Programs

Develop programs based on the detailed design specifications.

Generally, 'the steps leading to program development are first,
drawing flowcharts, second, coding,flowchart, third, develop

program, the programs developed by cooing is called a source

J;>E"'91C"a,!,. ThE! "ource, J;>1C"2g~~iLa.E!'L'"Y'"~tl'\a.BY~2~Y':1C"~'"~~o,ob­
ject programs so that the computer can read them. The conver­
sion process is called comJ;>iling.

'After completing steps F to H and having passed the tests, the

products are handed over to the client. Source and object

programs are usually stored on floppy disk or magnetic<tape

for handling.
-315-



P. 5

That is how the main steps in software development look from
the standpoint of collaborated development. Except for B, C

and E, each, step is developed by one party. This is due to

the difficulties in develop~ent since the characteristics of

software are based on concepts and logic.

Generally, each party is liable for a certain step.

From the perspective established above, contracts to collab­

orated develop software can be classified as follows.

1. One-side development pattern

The contract generally covers this pattern. The client

is liable for steps A and B shown in Table 2 and the
developer is liable for steps C to E.

In this particular case, development usually proceeds

according to the direction the developer provides, even

though'the development is considered a collaborated pro­

,ject. This feature is prevalent if the costs client pays

to the developer for development are low. The contract

must determine the following points.

Changes in development costs that the cliantpays th,e
developer.

Changes in development schedule.

Warranty period and range

Gener.ally the developer warrants a program only 'before

acceptance. After that a maintenance agree~ent covers
the programs. In other words, the warranty covers qnly

the correction of the program, but no bill for damages.

contracts generally cover this pattern, The client is
liable for steps A, Band E in Table 2, the developer is

liable for only steps C and D. In the systems engineer­

ing service pattern the developer is liable,on*y with
constructing the system. The contractmusj: determine the

following points.

-316-



P. 6

-317-

The client is

developer is

Contracts generally cover this· pattern.

liable for steps A to D in Table 2, the

liable for only stepE.

3. Program development pattern

Table 3 shows the relationships between the. partners in­

volved in collaborated development based on the classi.fi­

cation of contracts.

Clarification of parameters that the client provides.

Changes in development schedule and the date of de­

livery.

Determine of the development cost.

the developer is usually prohibitedfrorn using the results

without the client's consent in the collaborated development
contract.

In this pattern the developer develop,; the program only.

The period and liability for warranty -ar'e the same as in
the one-ride development pattern.

The amount of payment to the developer should be determined on

the ·basis of the program developing cost.

Select of the system engineers.

A. A Case where only the Client. Uses the Results:

This is the most cornmon case in which the developer develops

the program according to the client's request. The client can

use the developed program for his own business and license it

to the third parties.

The collaborated development results are the products brought

up by performing the job steps shown in Table 2.

The results can be used in the WaYS as foll.ows.

mIv; ··COLLABORATED. DEVELOPMENT ItESUL'rS USAGE
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B. A Case where Both the Client and Developer Use the Results:

Both the client and developer can use the developed program

for their" own business and have the right to license the pro­

gram for a third party's use. In this results usage,the

program development is accomplished in two cases; (1) the

client designs the software system and the developer develops

the program for the system, (2) both of them are liable through

designing the system to developing the program.

These might be rather rare cases in developing programs;

The program might be accomplished in the ways described above

when its scale is too large for the client to bear its deve­

lopment expense and when the client and the developer are

belonging to the different kind of business:

C. A Case where the In-house Program Developer Licenses to
Third Parties:

The program developer provides the program products to many

and unspecific users. This is performed with the usual

program licencing contract in which the license, the program

user, can be permitted to use it only for his own business.

However, there exists an exception which the licensee sub­

licenses the program improved or cOlllbined anotherpre>gram with

the original program to third parties. Even in this case, the

licensee is required to obtain the licenser's consent and the

licensing conditions should be determined in the contract.

Through the development results usage could be categoried into

three types shown in~able 4, the categorization might be more

complicated, as a matter of fact, because the program can

usually be improved or expanded according to users~ needs.

The rights accompanied to the results are G) the right of

"

.'

or adaptation @) the right of, aub-e LdcensLnq vand so on,

The ownership of the rights should be expressed clearly in the

contract.

The amendment to copyrights law has been established to protect

the program in Japan.
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Therefore. the development results described in this paper

will be expecting to be used on the basis of the amended copy­

rights and problems in the program usage will be treated

clearly on the pile of decisions.

-319-



P. 9

Table 1 F0ntls of JClint Development

~lectrical and Tele Users Otherscommunication
Companies
~trol programs. -Application -Application programs

"'>.
Design and test programs (software for per-

0 .... programs for sonal computers)... '"

~
'tl., ... ~
'" '" '"'" u E... -
~~¥'" ~ ..
.~ ~~ ~
" 0 ~., u

. '~g~ ~ ~
.... OJ 0 ~",.,u

-All electronic -Application programs
computer systems

-Office automa-
tion systems .... ij

" -Factory automa- "OJ
tien '".. 0:> -Local Area Net- "0.
works (LAN)

.

• VAN
• CATV

·Captains systems
-Banking systems ·Computer systems
-Distribution and.. sales data 5YS-

" temsOJ

ii
0

System
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CD survey' and analysis,of}leeds

Deve'Lopmerrt; program ,Flowchart

Operations manual -

Object program

Owners manual

Source list

S()uI:c~program

List of })_a.~ic,g~,lS_j.,gndsp,e<::,if~­

cations

.. '...
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............ " : -.,- .. ,., ~

...' _0" ' ..

D
Acceptance

B
Test ' , ' Report on test results

Tab1i,2 Steps in Software Deve1oprnent<work

P. 10

D
Delivery

D
Detailed- design -.;, .:-. -. '••• '. ,; -. Detailed desi~

B

D
Jaa!:jic

u
.c1e s i grt

D
peciding requir~d s'pecifications: ••••• List of required specifications

®

®

®



Table 3 Forms of Co11abor"ted Developme"t

P. 11

Fonns of liability one-side de- Systems
Program de-

for development velopment
engineering

ve~opm~ntservical
pattern

pattern
pattern

Output Devel-
Client DeveJ~ Client

Devel-
Client

oper oper oper

List of required specifications .- 0 . 0 0.. .. ..... ....
List of basic design specifi~ o - - 0 . '- - 0
cations

List of detailed design o _
~

o _ . .~

---
0

specifications

Flowchart
...

0 (0) 0 0 (0)

Source codes 0 0 o _ .

~
.

.

Source list 0 0 0-~

Object codes o - I- 0
o _

l-
. . -r.

Report on test results . o - · - o - l-.
.'

D.mers manual o - · 0 0

.' ·Operations manual o - 0 o - l-
.

Note: 0 Indicates the output developer

~ Indicates the direction of supplying output product
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Table 4 Forms 01' Collaborated Development

and Haridling of Results

Attributes of Resulting Product

Development Resulting One-side Development Systems Engineering Program Development

process· product
Pattern Service Pattern Pattern

Dedi- Not Freely Dedi- Not Freely Dedi- Not
..

Freely.
· cated dedi- qevelop- cated dedi- develop- cated dedi- develop-

••

product cated ed product cared ed product cated . ed

• product product product product product product

System analysis System design -: . .

and system sheet Client
Devel- Client -,

Client Devel-design Client and and - - -
Devel-

oper
Devel-

opf.!r

· oper oper. .
Basic program ; Basic program Same as Same as Same -as Same as Same as Same as
design • - - -des,ignsheei:: above above above above above above

.. '. .
•

..
Detailed pro- _ Detailed pre- Same as Same as Same as Same as Same as Same as - '- -gram design ; gram design above above above above above above

••
sheet ..

•
. . -:

Developing , Source program, Same as Same as License Client Client License
program object program (Client - - - and {Clientabove above .:

and program and .
nevetc . and

rnanulas Devel- oper Devel-

. ,9per} .'. .. opex)

•
.

-o

....
'"



The reasons are,

(1) high performance raw materials which are not available in the

number of products in massive quantities. In recent year~, howe ve r ,

Yasunori Shirato, Mitsui 'Petrochem.
Zenichi TakAyanagi, .Ajinomoto
Jura Ichimura, Shln.etsu~- Speaker

.Yoshihisa Endo, Asahl Glass
Kotara Hara, Teijin
Kazunori Okum~ra, Fujis8W8

market are asked for by uae r s ,. such ..as e Le c t.r Lc , electronics and

Or ig inally, chemical industry was a raw rnaterial manufactur ing

industry. It used to go in the direction of manilfact;uring a small

changes have been taking, place in the business trend.

Sep.6, 19.85(chemic~l, phar­
maceut Leal G)

Japan-US Joint Research Works in Chemical. and Pharmaceutical Industries

automotive industries, reflecting fierece canpetitioris among them

(2) Now that so-called commodities do not have too much added values

on then, profitability oftheoosiness is worsenihg, and the chem.ical

industry wishes to deal with specialty items tha~ have highest possible

added value' anthem.

(3) Profitability of raw material sales is low. For this reason,

the .ch emi.caL industry wishes to sell Ultimate products or near-ultimate

products.

For these resons,joint'resea'rch' wa'rks by the chemical industry

and the user are being actively conducted in Japan.

Before entering >the main subject, I would like to touch briefly

upon the ,difference between t~e Japanese chemical inqsutry and its

Difference between US cI1emical>'industry, and .rapanasescounce rpa r t e
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More than' lOmanufactur-' Oligopolized by: 4,' o'r· 5 major

Japan is the onlymarket. The .me rke.t size is4';"'5't'imes

United States

Inexpensive abundant materials

Mass production of single item.

are available.

craft industry.

from the military, and air-

The world's largest deamand

oper ac Ions are tn'"progress.

Arnerica~ Bur-ope vand other-s.

markets are>located io'Latin

the Japanese market~Export

'manufacturers. MuTtlna't-ional-ers are canpeting wl'th

one another.

others in terms of price

in Asia.

No competitive edge over

erent types..

is produced in many diff-

quantities. Single item

rnaterials. Energy cost

is 4-5 times higher than

than that in U.S.
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industry.

Fermentation industry.

6. Other aigh quality products.
f ea ture s ,

5. Demand No demand from the mili-
from the
military, tary, and no aircraft

4. Business
, .frc'iHE~f~

3. Market.

2. Product- Versatile kinds in small
ion fotm.

1. Materials. 99% dependent on fore ign.



Current sitaution of Japan.;.;US joint research works in high technology

area and their future direction

Wherever there is a canpetition, ,t...J1ere will be generated

needs. So-called 'trade conflict' in the areas of automobiles

and electronics equipment are much talked about these days. Once

the product becomes a finished-good, what people are intererest

in is the performance of the finished-good, but not the material

from which it is made. We are proud, however, that the reason

why Japanese cars and elect~onics equipment are holding strong

positions in the world market is because we, the raw material

manufacturers, are supplying the manu f acture ra wi th high perfor­

mancematerials.

For -this reason, I think it I S better for us to understand

it this ~ay that· potentially we, the chemical industries-in Japan

and the United States, are engaged in fierece competitions, although

. we don't hear too often the cases of 'competitions between the

'cbem i caf industries of the ,two countries".

Joint research works conducted with users in Japan so far

were not for development of new substances or new materials, but

for mi~or changes or functional improvement of existing materials.

In the eyes of the raw material manufacturer, many of them were

just for applications and development of new applications.

Doing this type research works alone, neither the raw

material manufacturers nor the'users such as the automotive industry

and t~e electronics equipment manufacturers ,won't be able to win
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intensified ccmpetitions~ For this reason, I believe that joint

research works in the area of 'so-called high technologies will be

conducted rrore aggressively in Japan in 'questfor new substances

and new materials. Undercthecurrent circumstances, the number

of joint research works conducted·by Japan and United'Statesin

the area of chemical and pharmaceutical industry is very small.

In particular, we have aLmo s t; no such works conducted among the

businesses in the same industry. The area where we can expect

active joint works from now on will be among busi~esses of

different trades and that will be in the high tech. area.

In particular, their joint research efforts will be eoncentrated

on development of new raw material, biotechnology and new pharma­

ceutical products, I suppose.

Selection of partner

(We are Japanese and American, but basically'there is 'no

whether youcari -expect.-me r its from 'your .wcu.l d-bercu s iness

partner or not :istheonly,'yardstick you can' use, I suppose).

1) Universities and' research_centers (researchc'-works by commissioning).

Introduction of basic technology and .tr a LnLnq of the company.' s

own. researchers are the objectives. Under the: present 'circumstances,

there are' many cases in which Japanese-,ente-rprises'commission

Arne r iean unviers i ties and ·researchcenterswi t.h .their 'research works ,

It is even said that prominent universities and research
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centers in che United States always hav e some researchers

dispatched from Japanese businesses or Japanese unviersities

sp::>nsoring particular Japanese" businesses. fn. reverse s Lt eu t Lon,

there is a Lmost no researcher. sent fr:oII1.,:American businesses to

Japanese un ive rtiesorresearch cericers,

2) Venture Capital.

Venture capital business was very actively operated during the last

several years, especially in the area of biotechnology. From now on,

its importance is considered to decrease, because rese~rches and

venture capital operations in the United States have not. been" successful.

In this case also, th~y only catered to the needs of Japanese

businesses on a commissioned basis. There was no reversal case.

Because, there has been no venture capital operation in Japan.

3) Japanese, bqsines~es and U.S. businesses.

Exactly same standards as those, used in' selecting domestic

partners for joint research works' should" 'be applied • Actually"

however, businesses that :havesome kind:of business relations

with the selecting organization are selected:

(L} Compan i e s in same tt:.ade (1 icensor and licensee) '.

(7) Companies in different trade (mater'ial .make r and use r) ••

70 "to, 80% .of the :,Japanese chemical industry's products acec so Ld

through trading: companies, and they:don't have too much contact

with Americanbusines'Ses~ I suppose this is the major' reason
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why the number of joint research works conducted by the chemical

industries of both countries is so small.

Conclusion

Chemical industries in both of our countries are at a

turning point. The age in ~ich businessmen were looking for

merits of producing a few kinds of items in massive quantities

has been finished. We are entering an age of high technologies.

In the area of chemicals, what Japanese busiensses can offer in

high tech. chemical area are the following 3 fields, namely

1) New materials (enginee~ing plastics, fine ceramics,

electronics raw materials and composite material) •.

2) Biotechnology.

3) New medicines.

We cannot cover all these vast a~eas alone. So, we would like

to do some joint research works in these areas with American partners,
mm mm ••••••

regardless of whether they are in the same business as we are or in

different busienss. We don't have too much experience of doing

joint research works with American businesses, but the chemical

and pharmaceutical industries in Japan have improved their standardards

of technology. In particular, we are good at production of diversified

type products in small quantities. For these reasons, we are looking

forward to a major increase in the future in the number of joint

research works.
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Some Views On the U. S• Patent .System From Foreign Applicants

Japanese Group Committee No.3

Mitstlo Taniguchi, . Eisai .co , , Ltd.
Kenzo Hayashi, Kanebo, Ltd.
MaJiloru Takada, Mit"ubishi El~ctric Corporation
Hirohisa Suzuki, Nippon Steel Corporation
Hidenori Ingse, Fujitsu Limited
Keita Nakano, Fuji Xerox Co., Ltd.
Takeo Hamazaki,. Mitsubishi Hayon co .., Ltd.
Zenjiro Nakamura, Takeda Chemical Ind. Ltd.

Introduction

A patent system is a basis of support arid promotion

for industry, technology and economy, and most of the

.countriesof tp.e world adopt this system. The patent

system, however, has followed. the uniquely different

paths in countries and differs.fromcountry to country.

and knows no national border•. A s~perior invention which

contributes to the welfare of mankind can be truly. useful

only aft~r it is utilized extensively throughput the

world for the development of Lnter-natLona'l society, science

and technology. Understanding and appreciating the industrial

property system on the international scale has become

extremely important in the face of rapid expansion in

international trade.

-,

The of unification or harmonization

of the patent systems of the world is becoming increasingly
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important in view of such a global trend. It is not

desirable that one excellent invention is affbrded protection

in one country but not in another, or that the scope

of protection varies from one country to a.nother. It

is particularly desirable that the tripartite parties

of the United states, Europe and Japan ""iththeirgreat

influence shouldI'eview thein. patent systems and .their

operational management, and cooperate with each other

to develop and expand the patent system into something

more universal.

Overall review of the patent system in industrialized

countries instantly reveals that the United States adopts

a system uniquely different from other European countries

and Japan. The US patent system is well known of its

long·history and tradition,and we have learned a lot

from it. However, if viewed from the standpbint of world-wide

harmonization of the patent systems, the USs~stem is-

far different from others, particularly from that of

Japan and Europe. The difference lies in various places;

the most significant one which affects others is that

the United States adopts the first-to-invent system under

which the first inventor is granted the patent right.

A majority of 120-odd countries of the world adopt the

and the Philippines adopt the first-to-invent system.
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First~to~invent system may conceivably be an

idealistic system in theory, but in practice ali extreme

difficulty arises in judging who is the first inventor,

and the interference proceedings impose a grave burden

on foreign applicants including the Japanese. If the

United States which occupies a significant position in

the world patent systems were to replace its first-to-invent

system with the first-to-file system, it would indeed

remove a great obstacle in achieving a global harmonization.

We wish to discuss in this paper the problems

in the United States accompanying the first-to-invent

system, a proposal for the first-to-file system, pr-ob'lems

concerning their handling of. the. applications claiming

the right .of' priority and our. request for reconsideration .•

Part 1: Regarding First-to-Invent System

(1) Introduction

As is well-known, 35 USC 102(g) defines the

first-to-invent system and says· that consideration should

be given to the conception and reduction to practice

of the invention and the reasonable diligence therebetween

in determining which of the identical inventions was made

first.

of the invention date under 35 USC 104. It is not possible

to rely on inventive activities outside the United States

for proving the invention date. Therefore, if a patent
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appl~cation wae filed in. the United States for an invention

made in a country other than the United States claiming

the priority of the patent application filed in that

country, the applicant may not claim the invention date

prior to the priority date.

It is true that no discrimination is made between

the U.S. nationals and the foreign nationals regarding

the inventions made in the United States and the law

treats them equal~y in this respect. However, if we

were to consider ~he fact that virtually all the inventions

made by aliens fo~ which patent applications are filed in

the United States have been made not in the Vnited States

but in foreign countries, then this is nothing but the

discrimination in fact.

This matter has been a point of controversy

in Japan as well as in European countries as is well

reflected in the result of a recent survey· conducted

by Japan Patent Association concerning US patent system.

Respondents mentioned the first-to-invent system as the

subject they most focused on.

Interference procedures and determination of

first inventor are costly and complicated both for foreign

nationals and U.S. nationals . .won't t;his problem be

obviated by adopting the fir.st-to-f.ile system which in

its turn will lead to international harmonization which

patent sQciety? The equal treatment for both the domestic

and the foreign nationals forms the basic principle of
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the Paris' Conventio!1 and is' clearly stipulated in Article

2 (1) thereof.

(2) Problems of First-to-Invent System of the United States

It is true that the US system we have just

discussed does not make any distinction concerning the

nationality of the inventors: The distinction is made

regarding the place of i!1ventive activity; that 'is, whether

the invention was made in or out of the United States.

Therefore; an inventor who is not a US national can rely

on his actual invention date if the invention was made

inside the United States. From this pointbfview, the

law therefore does not' discriminate" foreign nationals

from US nationals.

It may be true' as far aai tihe law' is concerned ..

However we
.. ••.........• ..

Those whoactllally enjoy the priviledge of'provingthe

date of inventive activities inside the United states

would be. generallY the U.S. nationals. It would be only

in exceptional cases where foreign nationals would .' be

able to enjoy this right.

This situation appears in focus in the interference

procedures. When the foreign and the domestic applications

were related to the identical invention and the conventiO!1

the latter" Americans would often, allege andvat empf to

prove that their invention date was earlier than the

convention date of the foreign applicant;'Since foreign
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nationals have no other way to resort to under the US

Law even if their invention date in foreign country was

actually earlier than the invention date of the American

anventor , they would have' to si.t and take the rej ection

of their application.

According to "Three Yeara of t ne Interference

Statistics" by Ian A. Clevert'and Michael Sofocleous

(Journal of the Patent Office Society, Yolo 64, No. 12

(December, 1982), pp. 669 - 709), the statistics for

the fiscal Yi:lars 1980 - 1982 show that theri:l were onlY

7 cases whi:lre the. d.nverit.Lon made by foreign applicants

who were the junior partii:ls were awarded as h"ving been

made earlier (winning cases), and 57 cases where it was

not awarded (lost cases). On the contrary, as ma1lY as

54 cases with. American nationals as junior parties had

their claim of prior invention awarded, and 91 cases

not recognizi:ld of their claim. The ratio of the American

winners as against foreign counterparts far- exceeds th~

reverse cases.

This demonstrates the inequity of the firste

to-invent system for foreigners. Is is not the discrimination

in fact?

Interference procei:ldings even between US applicants

impose heavy burden on the parties involved. Is it not

on the expense, labor," complexity of the interference

proceedings actually initiated as well as on documentation

and cllstody of pr()ofs in their anticipation? This does

-338-



not sound productive • Is this. first.,.to.-inventsystem

really idealistic?

(3) Pr-opoaa'l .for theFirst~to-File System

Inyiew of the problems mentioned just nOw

as well as of the merits to. which we shall later refer,

we believe that.adoption of tne·first.,.to-filesystem

instead of the first-to-invent. system will prove ..more

practical. While there isa view which deems the first-

to-invent system as theoretically ideal,we belieye we

should adhere to the reality.and adopt thefirst-,to-file

system which actually insures·theprincipleof the first-

to-invent system withoutinvolving comp'Lex vpr-ocedur-e s .

When adopting thefirst-to-file system ,an

inventor who faile.dto bethef.irst applicantin.spite

of having invented .first.would
...........................

if he is afforded some legal protection. For·instance,

how about granting·the free.license to the first inventor

within1;he scope of his invention~ The Japanese Patent

Law stipulates free non-exclusiYe.license toa third

the United States concerning·thefirst-to.,.invent.system

as illustrated by the proposal made by "Reform of the Law,

on Interference: A new role. for an ancient institution
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in the contextbf a first~to-file system" by Robert A.

Armitage (Journal of the Patent Office Society, Vol. 64,

No. 12 (December, 1982), pp. 663 - 665). To wit,

Further,in order to effectuate efficiently

a statutory scheme of granting patents to applicant

who is first to file, the following additional

changes Ln thepateritstatues, not directly

related to interference practice, are proposed;

(Dthe "priorart"generating provisions of

35 usc 102 would be separated from loss of

right to patent provisions and only public

know'l.edge ,publications, or laid-"open US patent

applications would constitute prior art;

® although novelty would be absolute in the,

sense that any of 'the acts of public disclosure

set f,orth above would defeat novelty as of

the date of pUblic availability, applicants

would be permitted expanded rights Of priority

,(such rights are now limited to foreign patent

applications)" which would include the right

to rely upon prior pUblications, in order to

provide in effect a one year grace period;

CD patent applications would be laid open

for pUblic inspection not later than 18 months

benefit of a prior filed the U.S . patent application;

QD' a term for patents measured from date of

grant up to not more than 21 years from the
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first asserted date of priority or benefit

of prior filed the U.S. patent applications

would be established; and

® pre-grant rights 'to a "reasonable royalty"

for infringement after laying open of an application

on which a patent was granted would be included

in the patent grant.

(4) Merits of the First-to-File System

Adoption of the first~to-file system will remove

various problems inherent to the first-to-invent system

and alsQ achieve the following advantages.

CI) International harmonization of the patent systems

Majority of the countir-Lesvtoday adopttb.e first­

to-file system. Countries which are newly establishing

patentr-eys t eme are all adopting the .first-to-file system.

The WIPOmodel law for developing countries is also based

on the first-to-file system. Contrary to su.ch general

"~"---ctl'end, "only the United States, Canada" and the Philippines

adhere to the first-to-invent system. If the United

States with its leading role in administration of the

world patent systems were to adopt the first-to~file

system, it wouldI1lake a great step in international harmonization

of the patent system.

"----0'-D:l:Sadvantages' to cAI1leric'arr"':tnveJtto-r's "in "-'""-'--~~-"---'-'--"---'-'­

their foreign applications are removed

When filing in the first-to-file system countries

qlaiming the priority of the U.S. applications,the U.S.
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applicants would have their priority of inventions judged

based only on the priority date (the U.S. filing date).

TheU. S. inventors must secure earliest possible t.he

U.S. filing date in view of the fact that majority of

the countries of the world adopt the first-to-file system.

The first-to-invent system in the United States cannot

be a key to securing an early the U.S. filing date in

this respect. We hear that there are quite a number

of cases where the U.S. applicants suffered disadvantages

in obtaining patents in foreign countries because of

their late tiling dates despite early invention dates.

G) Complex procedures of proyingpriorinvention

are excluded

under the U.S. system, the interference .procedures

are taken in order to determine which was the first invention

whether the case be between American. nationals or between

American national and foreign national. The procedures

are extremely complex and both labor and t1me consuming.

There was Lnt r-cduced the .arbitration clause

into the United States interference procedures in order

to do away .with these complexities. Trying to remove

the complexties of the interference procedures with arbitration

would alone compromise the first~to-invent system.

We would like to ask then whether the first~to-

invent ~ystt~m

Isn I t the. syat.em of affo:rdinga certain legal

right to the prior inventor and granting a patent right

to the prior applicant more explicit and c1earcut a13 a system?
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® Less need for documeritation arid custody of mat er-La'l s

for proving invention date in R&D activities

We· understand that much efforts are devoted

to keep the results as reference materials in the daily

research and development activities in the United States.

These undoubtedly include data only necessary for proving

the invention date in addition to those which are naturally

required for research and development. These efforts

would be reduced radically if the United States were to

adopt thefirst~to~fi1e system, arid energy thus saved

would be useful for the original purpose of research

and development. The load of keeping suc::hvo1ume of

materials fora long period of time wou1da1so·be reduced.

® Removing substantial discrimination between·US

nationals and foreign nationals in theprocedllre

for proving invention date

In the interference proceedings between foreign

nationals and' the U. S. nationals, t ne U. S.nationa1s

are sUbstantially in advantageous position. It is not

equitable that foreigners are not allowed to aEisert the

benefit of the date on which their invention was made in

the foreign country earlier than their U.S.cQunterpart's

invention date. Statistically speaking, a greater number

of foreign applicants lose the interfe·rencecases' The

and many of their invention trend to be made in'foreign

countries. Thefir£t-to~fi1e system would remove

contradictions in such cases;
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Thus, we would argue. that adoption of j;he first­

to-file system by t~e United States is desirable for

herself in this age of fierce international competition

of technology development.

Part II: Regarding the U.S. Treatment of Priority Applicaion

Usual practice we follow in filing patent

application in the United States is to claim the priority

right under the Paris Convention based on the. application

in the first country. Various decisions concerning the

priority right rendered by the U.S. cour-t s are based

on extremely unique views concerning interpreta.tion of

the .Par.isConvention, placing foreign applicants

disadvantageous posij;ion.

We would like to discuss two representative

examples which affected the Japanese industry;

Hilmer case (149 USPQ480,. 165. USPQ 255) .. and Kawai Case

(178 USPQ 158), t.heir problems. and reconsideration as

we would like to see.

(A) Hilmer Case

1. This .decision is significant in that it did

not recognize the so-called Upatentdefeating effectU

as the effect of the priority right.

uEven when .the priority claim· was, validity made

comes to have the effect of causing other inventions

to lose their novelty as provided in 35 USC102{e)

and (g) as of the actual fil ingdaj;e. U
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The patent defeatirig effect (effect to exclude

others from obtaining patent) becomes valid

on the actual filing date in the United States,

not at the time of the foreign priority date.

2. This way of treatment clearly brings disadvantages

to Toreigri applicants, and is significantly different

from'those in Japan or EurOpean countrie's.

3. For your reference, we would like to point

out the provision of Article 29bi s of the Ja.panese Patent

Law as a,similar one to 35 USCI02(e). This provision

concerns requirements for patentability; the invention

of the patent application should not be described in

the Original specification or drawings of a prior application

which has been published for opposition or laid open

for publiC: inspection after the filing date of application

concerned; this isa so-'-calledwhole content approach

of a prior application. In applying this provision,

there arises a problem of whether a proper application

has the patent defeatirig effect against'a later application

as of its filing date in the Tirst country (Le. foreign

prior date under the Paris Convention) or as of its actual

Japanese filing date. The prevailing theory in Japan

(priority date) in the light of the spirit of the Paris

Convention. The Japanese Patent OTTice actually bases

their treatment on the foreign priority date.
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"Examination Guideline" 43 •. 07 Aof the Japanese Patent Office

43.07 A

How to app~y Article 2gb i S of the. Patent. Law

to Applications claiming tne Convention Priority:

In the case where the "another application"

referred to in Article 2gbi s of the Patent

Law claims the convention priority, the invention

which is commOl)ly described in the specific<'ition

filed in the first country and also in the

specification originally filed in this country

shall be treated as having been filed in this

country on the date of filing in the first

country, if the application is f.iled within

the period in which priority may be claimed

and the certified priority document is submitted.

4. Although there may be controversy as to whether

this Hilmer Decision is in violation of the Paris Convention

or not, clearly it is contrary to the spirit of the Par-is.

Convention.

Because of such a way of unique U.S, treatment,

the Japanese companies are often compelled to file their

patent applications in the United States as early as

possible despite the convention. period guaranteed under

Such treatment is not. desirable in view of. the

international harmonization of the patent system, particularly

in view of the unification of patent practices.in tripartite
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parties of US, Japan and Europe.

We therefore urge you to reconsider that "patent

defeating effect"· should accrue as of the foreign priority

date.

5. According to Harold C. Wegner&·Jochen Pagenberg:

"Paris Convention Priority.: A Unique American Viewpoint

Denying "the Same Effect'! to the Foreign Filing" TIC

Vol. 5, No. 4/1974, pp , 361 - 381,and more in particular

on page 362;

Remedial legislatibnt()overcoIlle Hilmer I has

been proposed;' The Administration Bill introduced

by Senator scot t., S. 2504, specifically provides

in the p~oposed 35 USC Section 102(e) that

t he vr-ef'er-ence date ofa United States patent.

wit.h foreign- priority would be the.foreign

.pr.iority date, . thus

legislatively overruling Hilmer 1.

This indicates that S. 2504 was a bil;lwhich incorporated

our request;

(B) Kawai Case

1. The decision in Kawai Case rendered by;;CCPA

on JUly 21, 1973 held that for a patent application in

the Paris Convention, it is neces.;;ary for the ..;;pecification

filed. in the fi:Qstcountry to satisfy the requirements

for a patent specification as provided in the. first paragraph
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of 35 USC 112.

2. In the Kawai Case, an interference was declared

between a U.S. application filed on October 13, 1967

in the name of Kawai et al claiming the priority of a

Japanese patent application filed on October 14, 1966

and aU.S. application filed on April 11, 1967 in the

name of Metlesicset al,the two applications claiming

an identical compound, Kawai et ai's 'U.S. application

was jUdged as not entitled to its Japanese priorit,Ysince

the specification of theorig~nal Japanese application

did noLsatisfy tb,e requiremeritsof 35 USC 112, and the

CCPAaffirme,dthe decision of the U.S. Patent Office.

3. The basis for CCPA'sdecision is given below •

."In summary, it is our view that the purpose

of the Paris Convention was to have an application

made in a foreign country treated as ,the equivalent

of a domestic filing, we believe that equivalent

treatment ~s accorded when the foreign application

is weighed under the first paragraph of Section

112 in the same manner as would a United States

application under Section 120. ','

under thePar~s Convention, the first application should

have been filed regularly in a member country of the

Par~sConvention(seeArticle 4 A (2) and (3) of the
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Convention below) and there should be a sUbstantial identity

between the first application and the later application

claiming the priority of the first application.

Article 4 A

(2) Any filing that is equivalent to a regular

national filing under the domestic legislation

of any country of the Union or under bilateral

or multilateral treaties concluded between

countries of the Union shall be recognized

as giving rise to the right of priority.

(3)' By a regular national filing is meant

any filing that is adequate to establlshthe

date on which the applicatioriwas filed in

the country 'coricerned, whatever may be the

subsequent fate Of the application.

A patent application in the second country
"

directed to an invention which is identical in its gist

to that 'of the patent application filed in the first

country. should be entid t l.e d to the priority of the first

application, and the Paris Convention does not provide

.that the specification of the first country should satisfy

the disclosure requirements as stipulated by the laws

of the second country.

5. The abOve meritioned decision of CCPl)c, on the

contrary, held that the second application iserltitled

to the priOrity right under the Paris Conventiollonly
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when the. specification of. the first application satisfies

the disclosure requirements under. 35 usc 112.

Interpretation and treatment of 35 usc 119

in such a way is extremely disadvantageous for a foreign

national, and is quite advantageous for the U.S. nationals.

6. It is quite natural that the disclosure requirements

should vary to a certain extent from country to country

according to respective legal systems.

'.l'he priority filing .underthe Paris Convention

aims at giving rise to the rigp.t of priority to an application

regulating filed in amemOer country, and the judgement

of "regularfil:i.ng" should oe based not on the domestic

law of the second country but pn that Jor the first country.

Otherwise, this ma.y lead to destruction of the priority

filing system under the Paris Convention.

Conclusion

1. First-to~Invent System

Under the first~to-inventsystemin accordance

with 35 USC 102{g), a foreign inventor, generally.residing

outs Lde the United States, seems to be substantiallY

discriminated .against from the .U.S. nationals <35 usc 104)

and is obliged to be in a disadvantageous position.

in order t o determine the priority. ThllS, the Change

from the first,..to-inventsystem tof'irskto~file",yst",m

is r-ecommendedrto ao.l ve .the above controversial points •
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Even when the f!rst.-to-file system is adopted,

an inventor, who invented first but failed to be the
,- .-,

first applicant, would be remedied, for e~ample, by an

introduction of a provision to the effect that a person,

who has made an invention ·earlier by himself without

knowledge of the contents of an invention claimed in

the earlier patent application filed by third person,

shall have a non-exclusive license based on a prior use

(See Article 79 of the Japanese Patent Law.)

2. Convention Priority

Even when the Applicant claims the benefit

of the filing date of a prior foreign application under

the Paris Convention, the prior one is useful only to

overcome an intervening reference. 'l'he effective date

of an issued patent for use as a prior art reference

should be affected by the foreign filing date to which

the patentee is entitled under 35 USC 119.

'l'he benefit of a prior. application is awarded

only when its disclosure co~plies with the first paragraph

of 35 USC 112. Just as a party in an interference can

rely on a conception data if he deligently acted thereafter,

the benefit should be awarded to a person whose later

U.S. application meets the require~ents.
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THE FEDERAL CIRCUIT IS MAKING NEW LAW

MauriceH. Klitzman*

Introduction

The Court of Appeals of-the- Federal'Circu'itcame into existence in October of

1982. Its purpose was to provide uniformity and certainty in the law of

patents. In addition to creating uniformity, the Federal Circuit has also been

making new law in basic conceptual areas which affect how apateritls evaluated.

both from the standpoint of a patentee as well as an alleged infringer. It is

the 'substantive changes in the 'law that I want to focus on today in-order to

chart the direction the Federal Circuit is taking. The changes made by the

Federal Circuit become even more important when you consider it is substantial~

ly a court of last resort for patents because so far the Supreme Court has

refuseato hear a patent case from the Federal Circuit.

My remarks will by in large be limited to cases decided in 1984.

Results Flowing From Changes In Law

Despite a dislike 'for statistics.ihey 00 reveal possible trends. For example;

as result of the changes, the Federal Circuit, has increased the petcentageof

validity holdings to 'over 60% for 1984. Prior to the formation of the Federal

Circuit, the percentage of validity was in the 30% range. My guess is, that as

time goes on. losing alleged infringers at the District Court level will not

appeal as much :to' the Federal Circuit'because' ,the chances of reve~sal are much

lower than they werepreviously~ On the other hand. my guess 'is that appeals

by 'losing patentees will 'increase.

*The following are my personal views an.ddon l't'necessaiily represent"the
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The statistics on reversals by:th~Federal Circ~it;of lower court decisions are

revealing. In 1984, the Federal Circuit decided 52 patent cases, 32 of which

were reversed, making a reversal rate of 61%. Where both validity and in­

fringement issues were involved, the Federal Circuit reversed from invalidity

to validity 15 times whereas it reversed from validity to invalidity 5 times.

In addition, it reversed from non-infringement to infringement 6 times whereas

it reversed ,from infringement to,non...infringement 2 times. Thus, the Federal

Circuit reversed 28 t Imes in 1984 where hath validity. and Lnfrdngement; were

involved, 21 times in f avo r of patentees ;snd7 times in fa~or of infringers

(and 2 of those were for fraud).

Furthermqre, when only infringement .issues were involved"the Federal,Circuit

reversed 4 times in favor of patentees in the only 4 infriqg~men~ cases it

tried.

At least from the statistics, the .FederaL Circu,it isestablis~ingareputation

as being a patentee's court due in part to the changes in law it has made.

Presumption Of Validity Re Uncited Art Not Destroyed

One of the main changes has to do with the presumption of validity accorded a

patent asagainstmorepeX~inentprior art than that considered by the __Patent

Office. As you know, 3.5 USC 1282 provides that a patent shall. be Presumed

valid. The other Circuit Court,s upheld the presumption when the .prdor art was

the ,same or ~erelycumulative. However, they found the presumPtion:waseither

dissipated, destroyed o.r :weakenedwith respecttouncitedbetter art and

shifted the burden of pers,u8.sion ..to,,1:.hli!: patentee to .,es,tabli,sh otherwi,se. The

Circuit Courts fe Ltithat; their attitude toward the",p,resumption of validity.was

justified because if the Examiner had the new art beJorehim,~he patent:~o~ld

not have issued. Accordingly, the other Circuits required the patent owner to

establish that he was still entitled to the patent over theuncited art as if

he wereSJill prosecuting before. the PTO.

The Federal Circuit on the other hand has now established that the presumption

of validity is neither weakened nor destroyed no matter how good the uncited

art may be and has held that the burden of proof remains with the party
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challenging validity under 35 USC 282. The Federal Circuit has maiutained this

holding in numerous cases. SIHHEguipment S. Av • lTC, 718F. 2d 365,

218 USPQ 678 (Fed. Cir. 1983); Stratoflex, Inc. v. Aeroguip Corp.,

713 F.2d 1530, 218 US~Q 871 (Fed. Cir. 1983); Hughes Aircraft Co. v. U.S.,

717 F.2d 1351, 219 USPQ 473 (Fed. Cir. 1983); Medtronic v.CardiacPacemakers,

Inc., 721 F.2d 1563, 220 USPQ 97 (Fed. Cir. 1983); American Hoist & Derrick,

Co. v , Sowa & Sons, Inc ,., 725 F. 2d 1350, 220 USPQ 763 (Fed. Cir .1984); Rail­

road Dynamics v. Stucki, 727 F.2d 1506, 220 USPQ 929 (Fed. Cir. 1984); and

Redding & Bates Construction Co. v. Baker Energy Resources, 748F.2d 645 (Fed •.

Cir. 1984). The important point is that even if the uncitedart ia admittedly

more per.tinent,thisfact alone despite ,never, having been previously considered

does not .rebut the statutory presumption of validity. Seattle: Boxv. Industri­

al Crating, 221USPQ 568 (Fed. Cir. 1984).

The Federal Circuit requires that the Court begin by preauming that the patent~

ed invention ,has the presumption. It concludes that to do otherwise:is to

ignore the statute and to place on the patentee a:non-statutoryburden of

proving validity. The court must be satisfied that the party c~al1enging

validity has carried its burden of overcomingt~epresuDlP~ion. The-Federal

Circuit has said that a court need not declare a patent valid, but need only

declare the party challenging validity baa not carried' that burden. Environ­

mental Design v•.Uuion Oil, 713F.2d 693, 700; 218USPQ.865,. 871 £.n.9 (Fed ,"

Cir. 1983); and Stevensonv. Sears, Roebuck,218 USPQ 969 (Fed •.. Cir.1983).

What this means is that if a patent· is not found invalid because a,challenger

did not ca~ry hisburden,another challenger may be able, to meet that: burden

because of: .other considerations.

The ,difference in burden ~f.proof"betweenanExaminer in the PTO on reexamina­

tionand .an alleged infringer challenging, validity: in the Federal Circuit,_was

raised in a' r-ecenti.eaae by .a. patentee in litigatiori forced uo. consider reexamr­

nation. Thep'atentee.;w8sc()ncerned-about .tbe lesser burden of prooLbeing

placed-on the: Examiner and,that he was 'losing his' favored position :that -he

wouldnormall>:have in liti!!atio.n~ The courtagEe~dw!thth~ J)ate.ll.t.~e.tl1~t

reexamination should not be allowed to be used as a tool to avoid the burden of

proof.pliicedoii iiiiallegediiiftiiigetdiidiigHtigiitioii; However, because of
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the closeness of the prior art, the Federal eirc..uit didn"t see thiS. as a danger

in the case. In reAnderson, 743 F.2d 1528, 223 USPQ 378 (Fed. Cir. 1984).

Then,lnsofar as the Anderson case stands -for the proposition that the presump­

tionaf validity applies toPTO ~eexamination proceedings. 'the Federal Circuit

reversed itself in In re Etter, 756 F.2d 852, 225 USPQ 1 (Fed. Cir. 1985) in an

~banc decision. It found the presumption does not apply to PTOproceedings~

An-interesting point in the 'Etter, caseisa statement by the dissent that the

Federal Circuit has acknowledged it intentionally gives patentees an advantage

over infringers. This advantage exists even'-'wherenew. Dlore'pertinent prior

art maybe insufficient to meet the clear :andconvincingstandard but'may'be

sufficient to meet the lower standard in the PTa. who might not have granted

the patent based on that new art in the first instance. It would appear that

the Federal Circuit is cwillingtoholdan invention patentable over, art fbr

which the PTOis unwilling to grant a patent. It is merely ~ matter of who

geta the uncited art first, the PTO or the Court.

Clear & Convincing Evidence Required

Not only has the Federal Circuit: established:that' the burden of proof remains

with the party challenging validity, but that party must es.tablish invalidity

by clear andconvincing"evidence even though the'uncited art:!s_ admitt'edly' more

pertinent. Thus, a higher standard is required for a challenger to-invalidate

a patent than for an applicant to obtain a patent. For example. in American

Hoist v. Sowa, 725 F.2d 1530 (Fed. ·Cir. 1984), the lower court had taken the

position that if the prior art references were more pertinent than the art

cited by the Examiner. then-the presumption ofyaliditydisappears as-to that

issue of obviousness and the patentee has the burden of proof by 'preponderance

of the evidence. But <the Federal Circuit reversed putting the': 'burden of proof

.on the defendant and raised the burden of proof to clear and convincing. The

net effect,-islik~_est:ablishingarule of doubt in favor of:thepatentee with

art.

Although one .. lllay. argue that the work product o.f the PTOExaininer is not ent f­

tled to su~h a high presumption when the best art was not considered, that
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argument is not the law of the Federal Circuit. Connell v. Sears Roebuck,

220 USPQ 193 (Fed. Cir. 1983); SSIH v. lTC, 218 USPQ 678 (Fed. Cir. 1983).

Secondary Considerations Raised To Primary

An equally important change in the law Isthat District 'Courts must not only

consider so-called 1Isecondary considerations" but that these considerations

must be weighed equally with the primary three-part test enunciated in Graham

V. Deere, 148 USPQ 459 (S.Ct. 1966). Lindemann Machinen & Fabrik v. American

Hoist &Derrick Co., 221 USPQ 481, 730 F.2d 452 (Fed. Cir. 1984). In this

connection, the Federal Circuit found that a District Court committed error

when it cortcludedthat the invention was obvious based on prior art and that no

amount of commercial success could save it. According to the Federal Circuit

evidence of commercial success may be the most pertinerit, probative, and

revealing' evidence available taaid in reaching a conclusion on the obvi­

ous/non-obvious issue. Stratoflexv. AeroquipCorp., 713 F.2d 1530 (Fed. Cir;

1983). Evidence of secondary considerations is to be corisidereda~ :part'bf'idi

the evidence, not just when the decision-maker remains in doubt after 'reviewing

the prior art. Jones v. Hardy, 727 F.2d 1524 (Fed. Cir. 1984).

In this same general connection, evidence indicating tremendous commercial

success outweighed 'defendant's'argumentthat there was no nexus between'commer­

cial success and the invention,arid that some 'of the commercial success may

have been due to elements in non-asserted claims. Rosemont v. Beckman,

221 USPQ I, 7 (Fed. Cir. 1984).

There is even a suggestion that strong commercial' success maybe more important

than the Graham primary considerations. For example, inSimmdns Fastener 'v.

IllinOis Tool Works, 222 USPQ 744, the Federal Circuit agreed with the trial

court that the 'teaching 'of the prior artpritria facie would have suggested to

one of ordinary skill in the art the claimed 'invention. However since the

Federal Circuit concluded that theevidenceofcommercialsu~cesswas'extremely

court. Thus, it'would"appear that the Federal Circuit has "swung t he penduIuei"

raising commerciai-'succe5~ to' even above 'primary considerations. Does this 'now
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mean that strong commercial success-can change ~n otherwise obvious-invention

into an unobvious invention? If so, it is a significant change fromprior_::la~.

What is interesting in the Simmons case wasth~Fe~eral Circu~t fin4~~g that

the evidence of commercial success, was extremely strong. According to the

Petitioner in his petition to the Supreme Court, the District Court didn't so

hold, and that the Federal Circuit had to consider the factual evidence de novo

to ~ometo that conclusion--which means th~Federal Circuitmaysometimes~ot

apply the cLearLy erroneous requirement, a requirement for an appeaLs court to

reverse a lower court on the facts.

Is The Federal Circuit At Variance With Supreme Court Decisions?

The Federal Circuit may beatvaria~ce with several Supreme Court decisions.

In Graham, the Supreme Court specifically held that long felt need in the

ind4stry together with wide commercial success could ,E£! tip the scales in

favor of patentability where the claimed invent~on rested on exceedingly small

and quite non-technical mechanical diffe~epces over the pri~r art. In Ander­

son's Black Rock v , .Pavement Salvage, 163USPQ 673,-the Sup reee-Dour t .cook the

position that if the Court determines from the three factual inquiries of

Graham that a patent Is ,obvious, secondary considerations cannot fill the gap.

Ip contrast, th~ Federal ,Circuit has elevat~d secondary considerations t~ a

primary status and above by its holding in Simmons.

In American Hoist v. Sowa, 725 F.2d 1350 (Fed. Cir. 1984), the lower court

noted there was a body of law that" a combination of old elements required a new

and unexpected result.due to their combination. Otherwise, such claimed

"combinations of old elements would merely "withdraw from thepublic',s use that

which was kn~,before.1I The Federal Gircuit regarded this notion as erroneous

and held, the~xistence of. 8 new and u~expected result or function is not

required. The,Fe4eralCircuit concluded that ,8 patentable invention may result

even if theinven~or_~asmerelycombined features, old in, the~rtl for, their

use, which is,at,,yaI'iance with ,Black Rock. This give weight to

business, acumen being an .. important I,actol: :10., conedderdngwhe ther arr d.nvent Lon

has been made.
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Prior case- law permitted alleged infringers to focus on the difference over>the

prior art and then show that that difference alone would not have been unobvi­

ous. Graham v, Deere. 148 USPQ459 (S.Ct. 1966). The Federal Circuit has

found that approach improper under the, "as a whole" requirement of 35 USC §103.

Schenck v. Nortron. 218 USPQ 698. 700 (Fed. Cir. 1983).

In Paper Converting v. Magna-Graphics. 223 USPQ 591. the Federal Circuit

avoided Deepsouth , 173 USPQ 769 (S. Ct. 1972).(a case holding shipping .

unpatented components abroad for combination abroad was not an infringement of

a U.S. combination patent) by finding that the sale of an unassembled machine

was tantamount to selling the pate~ted'machine even though the, mac~~n~-:~as

assembled after the patent expired. The Federal Circuit also made an interest­

ing comment that it must beocautious in 'applying 5 to 4 ,Supreme Court decisions'

like Deepsouth.

The Law Is Not Applied The Same ,For All Situations

The Federal Circuit does not intend the law to be appLfed. ~n the same manner to

different situations. 'With-regard toa patent in litigation forced: into

reexamination, there is no presumption of'validityto..be-cveeccae-by-vrbe PTO

regarding new prior-art. OD.the ;other hand, ,the challenger in litigatiori:must

overcome the presumption by clear and convincing evddencewfrb regard to that

same admittedly more pertinent art. lnre Etter. 225USPQl. (Fed.Cir, 1985)0

The PTO, and the Federal Circuit on appeaL-from the <PTO, ' use a:"point of

novelty" approach to permit>anapplicant to distinguish:; over 'prior art when

obtaining, a patent. However, when'the"patentis,challenged; an "asawhole_:"

approach is required by the Court to determine obvdousneas sr brdngdng into play

such things ascommerciaLsuccess,;etc. Jackson v • Plasser,'224,:. USPQ- L.

The Federal Circuit has given primary status to secondary considerations like

commercial success, long felt need, copying, and acceptance by industry for

.....................~~~~~~!I ~.~Il:·~b'l.i,0tlsIl.,~s., ...Jj~".e.v~r.jiEf. ~e£.oI1~aE~'.£oIlsi~.el'.~t.~~'Ils~:realb~~nlt!it •..•..· .
doesn't mean. that, the invention is necessarily obvious'. Leinof.f':v.;Milona,

220 USPQ 845; 726F.2d734 (Fed. Cir. 1983).
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Requiring "synergism" as an element forpatentab;f.lity is highly improper. But

.if andnvent.acn is considered to have synergism. it is proper to find patent­

ability based on synergism. Preemption Devices 'v. 3M, 221 USPQ 841 (Fed. Cir.

1984).

In Medtronic, 220 USPQ 97, 101 (Fed. Cir. 1983), the Federal Circuit noted in

dicta that "essence of the invention" was .i~proper to consider for determining

obvdousneasvfbecauae that is a point of novelty approach). However. for

infringement determination "essence" (or gist) was a proper consideration.

Validity Considerations Separated From Infringement?

There is an interesting: case that makes me wonder whether the'Federal Circuit

is separating ~alidity considerations from infringement~ A common approac4 to

non-infringement of a patent is that if the claims are interpreted broadly to

read on an alleged infringing device, they rea40n the prior~rt.

In Thonias & Betts v. Litton Systems, 220 USPQ 1 (Fed.Cir.1983) the Court

seemingly segregated validity from infringement. Although not stated in the

case' as euch-sc apparent.Lyvthe Federal Circuit feels that it is a "point of

novelty" approach for anyone to assert that if the claims are interpreted so

broad;:asto read on the-alleged infringing device. they read on the prior art

because secondary considerations are avoi<ied. In rhe-case , the Court first

treated the claims "as a whalen in its broadened scope for validity purposes.

The Court noted that validity should not be attacked in acbackhanded way since

validit-y was: admitted which permits for gr-eater ifreedoe too:-apply the 'doctrine

of equivalents. After finding validity, the Court then applied the doctrine of

eq~ivalents to find 'infringement. You may want to study the'case~to see what

you conckude, I'm-not sure that,theG~urt separated 'validity from infringe­

ment, but I'm not sure that it didn't. But watch for further decisions on thi~

issue.

Segre,ga'ti,ng v,.ljldjlt~' f'ro,minfrinigelnellt pe rhapa accounts ,for Fede'ra.L Cir,:uJlt

decisions favoringpatenteescwhereonly infringement is involved because

validity issues were not simultaneously considered in a narrowing way with

respect to infringement. The lesson to be learned is dontt admit validity.
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Lost Profits As A Measure Of Damage Awards

The Federal 'Circuit has been.affiiming damage vawards' 'by District Courts "in

favor:of "pa t errt :'owners 'on the basis of lo'stpfo'fifsdet'eimination. Lam v ,

Johns-Mansville;219USPQ 670 (Fed.Cir. 1983);Paj>erCoriv"rting v.

Magna-Graphics, 223 \JSPQ 591 (Fed. Cir.1983) ; Railroad Dynamics v , Stucki,

220 \JSPQ929 (Fed. Cit: 1984); Gyrotnat v •. Champion SparkPl1jg, 222 USPQ 4 (Fed.

Cir. 1984); and Siorad v. Nicolet, 222 USPQ 654 (Fed. Cir. 1984). Patent

owner's damages were based upon lost profits for products outside of the patent

grant but sold with the patented device because the patent owner would have

made those sales but for the defendant. Lost profits on the basis of

unpatented products can be much greater than lost profits on the'paten.ted items

alone.

The scope of items which are outside of the patent grant, but included for the

purpose of proving damages, is increasing. For example, In the Weinar case the

Federal Circuit affirmed an award of damages to the patentee for lost profits

and a like amount to National Gypsum for lost profits. In its petition to the

Supreme Court, Rollform argued that National Gypsum was only a distributor for

Weinar. It had no ownership interest in the patent, nor was it an exclusive

"licensee. At most it was an implied licensee. It would seem that an award of

damages to a distributor expands what may be considered. Weinar v. Rollform,

744 F.2d 797, 223 USPQ 369 (Fed. Cir. 1984).

Although I've not seen it urged, might a constitutional law issue be raised at

some point--i.e., providing a reward for unpatented articles? Should there be

some limitation on the extent of unpatented products included for lost profits

because under the antitrust laws it may be a tie-in to force a licensee to pay

a royalty for some of the unpatented products? In other words,should a patent

owner be able to include unpatented products for damages which the patent owner

would not be able to license for a royalty? I'm not sure what the answer is,

hut it makes for an interesting topic to debate.
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Conclusion

Sinceobv,iouSll;es,s is an issue in most patent infringement suits where validity

is c~al~~~ged,giving~eco~d~ry ;consid~rations pr1marystatusand~bove,coupled

with the challenger havingt.o prove invalidity by clear and cqDvittcing,evidettce

significantly;1ncreases the burden on alleged infringers to overcome the

presumption of validity and enhances th;~,patentown~r~s c;hancesfor,success.

MIIK:mmf

Prepared 9/27/85

PIPA Meeting 10/10/85
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INTRODUCTION

As was announced during. the PIPA l?th International

Congress in Sendai, Japan" the PIPA Japanese Group jointly

with the Japanese Patent Association made e nqu i r i.e s about

the Patent Law and procedures. In reply to our enquiries,

The Chinese Patent Law was enacted aiming at promoting

domestic production and stimulating technology transfer frow

abroad. The Law entered in effect on April 1, 1985.

From the Law enactment until the end of May 1985,

patent applications reached 3,804 in number, out of' which

2,254 were filed by the national and 1,550 were filed by the

alien. The number of utility model applications is 1,876

(1,840 by the national and 36 by the alien) while the des~gn

applications are 204 in number (113 by the national and ql

by the alien).

Regarding ~he applications by the non-Chinese applicant,

628 appl~cations were filed by Japanese applicants (560 to

patent, 31 to utility model and 37 to design). The U.S.

applicants filed 329 applications (328 to patent and 1 design).

The West German applicants filed 189 appLtce t Lons, Following

these major three ~ore~gn applicant~ are Netherla~ds, Great

Britain, Switzerland and France.

Foreign applicants seem to prefer the ~iling through

Hong Kong channel. According to the statistics, 300 appli~

cations were filed via the Beijing Agent and 2 applications

via the Shanghai Agent while 700 applications were handled



the Chinese Patent Office answereq that some of them were

useful to clarify the matter and draft the Implementing

Regulations of the Patent Law. The Patent Office also

answered that remaining questions would be discussed directly.

In March, 1985, soon after the pUblication of the

Implementing Regulations of the Patent Law, the Japanese

Patent Association sent-a delegate.~oChina. While visiting

the respective agents in BeiJin$l. _~hanghai and Hong Kong,

the delegate had opportunities to discuss' outstanding question~

with Chinese officials.

This report summarizes these discussions with Chinese

officials to answer the ambiguities and questions included

in our report in the previous Sendai meeting. In this report,

however, we do not make any reference to provisions which

are clear in or self-explanatory from the Implementing

Regulations of the Patent Law dated January 25, 1985.

For this paper. "the Law" means the Chinese Patent Law.

and "1-he Regulations" means the Implementing Regulations of

the Patent Law.

[rJ Effects of Process Patent (Article ]1 of the Law)

(I) The protection of a patent right granted for a

process invention hereby to produce a substance does not extend

to the same substance produced in a foreign country by using

the same 'process and then imported into enioa.

This provision is to satisfy the China's desire that

patented inventions should be worked in- -china as much as possible.

Nevertheless, China -is willing to seek a measure to protect

the interest of a process patent an~ reportedly has an intention

of making rei~vant ~rovisio~s within the scope of the

"Technology Transfer

(2) E~en though a patentee of a proces~ pate.nt or nas yne.r

licensee is actually producing and ~elring thesub~tanc~

in China by 'using the pat?nted process, the process- patent
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has no' 'effect 'on the same substance produced in a foreign

country by using the same process 'and t'he'n 'imporfedfnto China.

COMMENT: This differs 'from what was reported in the previous

Sendai conference.

(3) A patent right for a process invention' has no effect

either on the manufacture and sal;E;. of 'a matter {e.g. raw material,

part) to be used solely 'for the patented process.

[II] License Contract for Expolitation (Article 12 of the

Law, RuleD of The Regulations)

(1) When a license contract ~as been concluded, the

contract document is required to be submitted to 'the Pat'ent;

Office. However, the submission is only for the fbr~your­

information purpose. No exanu.nat t on wili be: made',_and'no

amendment instructions will be issued.

(2) Thef.. e for the exploitating· a pet errt" as provided

for in the 'Law can voluntarily'bedeterinined'upon' the parties'

mutual agreement.

(3) the contract should be submitted to the Patent Office

within threeinonths rromthe effect'ive'date of the contract.

In case of failure of submission withiri the period; 'Late.r

submission would beadmiss.ible.

[IIi] Protect'ionunder Patent ofa Us'e Invent'i'on and a

Composition Invention (Article 25 of t he<Lew )

is

Example 1: An invention on the utilization or use of

a novelchfimical s ub s tancevd.n v.a specific field:
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"a germicide or Lns e c t Lc i.de comprising a novel

chemical substance A as an, active Lnqr-ed Le n t v, is not

allowed under the law. However "e method of killing

germs or insects II can be protected und,er avpaterrt .

Example 2: An invention on the utilization or use of a

known chemical substance in a field in which

the use of the substance is ~nknown:

The law does not allow a patent for "e dye the

principa,l component of which is a chemical substance

B known as an ingredient of a phe.r-maceut LceL'", However,

it can be protected under a patent for "a method of d ye i.nq"

(2}An invention of a composition comprising a mixture

of two o~ ~o~e chemic~l substances can qe protected under

patent if a,syneI:'gistic effect is produced by admixing.

Example 1: An invention of a composition comprising a

novel chemical, substance and a known chemical

substance and incapable of producing ~ny

synergistic effect as a result of the

combination of both chemical substances:

Apl~nt g~owth-regulating composition comprising

a novel chemical substance C and a known conventional

carrier D and producing its e'ffect solely, due to .the

chemical; substance C cannot be protected under a patent

since-the carrier D is lacking in characteristic feature

and synergistic effect.

Example ,2: An invention of a composition comprising a

novel chemical substance and a known qhemical

s,ubstance and .. .capabLec.of produc.ing a synergis.ti~

chemical substances:

A paint .compos Lt Lon comprising a novel chemical

substance E and a known chemical substance F can be
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protected under a patent if excellent 'color development

is attained only through the combination of both chemical

substances.

Example 3: An invention of a composition in which two or

more known chemical substances are used in

combination and which produces; a synergistic

effect due to that $pecific combination:

An 'adhesive composition comprising a known

chemical substance G in combination with a known chemical

substance H can be protected under 'a patent if excellent

adhesion is achieved only through the combination of
both chemical substances.

( 3) Others

1) An invention of an alloy can ,be protected
"-under patent.
r-:

2) An invention of B,co-melteq polymer mixture

cannot beprot~cted under: a patent since such

mixture itself is to be regarped as:a chemical

substance.

COMMENT: A co-melted polymer mixture may be

regarded as a composition rather than

a chemical substance. In spite of

the answer from the Patent Office,

it still has the likelihood of being

a subject matter of a patentable

invention. Therefore, watching over

the future examination practice would

bere.quired.

3) The term "pharmaceutical products" as used

in Article 25, item 5, of the Law means human

and animal drugs but does not include agrochemicals.

Therefore, an invention on the use as an

agrochernical can, be, protected under a patent
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(iv) Ani'nvention of a>proce'ssfor producing a

substance by microbiological process.

COMMENT: It seems a Patent Office's opinion

that since a'micr?biological process

is not regarded as a chemical process

as provided for in Article 25, item 5,

of the Law, an invention of a substance

produced by the fermer process (e.g.

recombinant DNA. etc.) can be a subject

matter of a patent. At the prescnt moment,

however, we refrain from asserting

e xami.na't ion ice

(ii) 'An invention directed to a method of producing

a substance under ut ilizat Lon of t.i.microorganism.

(i) An invention directed to a method 'of producing

a microorganism.
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for:a, method (method Of use).

will surely follow such way of thinking.

Example 1: A process for preparing a desired

(:iii) An invention directedto:a substance produced

by a microbiological methodCbioengineering

technique) .

(1) Subjectrnatter,of protection under patent

[IV] Protection under Patent of an Invention on

Microorganisms (Rule 25 and Rule 26 of the Regulations)

be protected:

'.'An invention of a m.i.cr oo.rq an Lcm itself" cannot be

protected under a ,patent. but the follqwing inventions can

While the, Law does not; contain any provisions

concerning m.i cr-oor-qanLsmaccthe Re quLat Lons have provisions

for them.



compound by using a transformat.

Example 2: A process for preparing a desired

monoclonal antibody by using a

hybridolTla.

However, a diagnost'icprocess invention as given below

cannot be protected under a patent in view of the provision

of Article 25, item 3, of the Law.

"Inununoassay using one 'or more monoclonal antibodies"

(2) Deposit of microorganisms:

Where an invention relates to a nove~ microb~ological

process or a product thereof 'and where a microorganism to 'b~

used for the invention is not available to the'public; it is

necessary to deposit the microorganism with one of the foll~wing

depositary institutions designated by the Pat~nt Office before

or, at the latest, on the filing date of thepat~nt applicatioh

for the invention.

(i) Center for General Microbiological Culture Collection,

China Committee for Culture Collections of

Microorganisms

ZhongguancllUn, Beij ing (c/o Center· f or: General

Microbiological Culture Collection, Institute 6f'

Microbiology, ACADEMIA SINICA, ZHONGGUANCHUN)

(ii) Chinese Type Culture Collection Center (c/o WUhan

University, Depe.rt.men't of Microbiology)

with foreign depositary institutions avails nothing.

[v] Submission of reference materials cited in the corresponding'

foreign applications (Article 36)

(1) When the reference materials are documents concerning
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any search, dt is enough to simply s ubm.i.t; a copy of the documents

or identify the documents (If those are possessed by the Patent

Office) .

When the references are documents cit~d during any examination,

it is necessary to attach the cOmments '9D them.

(2)OnlyupoD ~he request of, the examiner, it is necessary

to translate these references into the Chinese language.

(3) Even after the request for examination, it is necessary

to submit these references~ithoutdelay.

(4) The force majeure comes under the justifiable reason

prescribed in Article 36.

[VI] Renewal of the duration of the patent right ~or utility

model or design (Article 45)

The renewing the duration of the patent ~ight for utility

model or design is allowed on the patentee's appli~ation unless

there is a violation of the law.

[VII] Compulsory License (Article 52 of the. Law)

(1) The act of importing a patented product does not

constitute the exploitation Of the patent within tPe meaning

of Article 52 as well as Article 11.

(2) Regarding a substance patent, the Patent Office is

to apply the Law ina such manner that a compulsory license

should not be granted to ,a peJ:"son who ·does not actually

produce the substance within the territory of China but only

(3) Regarding a process patent, the Patent Office is to

appLy vthe Law in .a such manner that,.a compulsqry licen"e

should not be granted to a person who only imports and sells

the product produced abroad by the process in question.
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(4) Failure of the obligation prescribed in Article 51

because pt. difficulty in obtaining the raw material. or because

of poor economy can be justifiable under Article 52. Thus

a compulsory license can be prevented from being granted.

(5) It suffices if the patented product have been made

or the patented process have been used once for the three-year

period from the date of patent grant:.

In the meanwhile, the Patent Office suggested that

a patentee should make the patented product or·use the patented

process in China as far as possible since the Patent Office

has a hesitation of instituting a compu.lsory licens'es.

[VIII] Request for Examination (Article 35 of t.he Law)

The initial date in reckoning the three-year period for

filing a request for examination of an application'claiming

a Convention date (or d a t e s ) is the earl'iest Conventi.ondate.

If the priority right has been abandoned or has been declared

invalid after application, the initial date is of course the

actual filing date in China.

In case of failure to file a request for examination

within the three-year period, the applicant can ber-elieved

only for reasons of force majeure.

A request for examination by a third party cannot be

accepted. However, the Patent Office may, on its own initiative,

proceed with sUbstantially examining a patent application

when it deems to be necess,ary. .c, e. g. when the Lnve rrt ion is

important to China and may affect China's interests) (Article

35, paragraph 2 of the Law). The Patent Office shall, when

proceeding to examine such .application, notify the applicant

[IX] .Amendment of Application Documents (specification,

claims. etc. ) (Article 33 of the Law)

The period- for acceptable amendments is set force in
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Rule 510f the Regulations. Whether the amendment is made before

or after announcement of a decision that there is no cause

for rejection, would not affect the scope of the amendment.

When the amendment is partial, it is sufficient to submit

a replacement sheet or sheets.

When an applicant is notified of some or other ;reasons

for r'e j ect Lon, the; applicant .can make an amendment "in response

to the reasons of rejection ( e .g;~ r e s t r Lc t Lon of ,the scope.

of claim} acco~di~gtP the Patent Office, however, he cannot

make an amendment at his own ~iscretion.

[Xl Responding to Action issued by the Patent Office

The term of response may be extended. When the term of

response has expi.red , a justifiable reas,?" is reqllired ,for

the extension.

The statutory terms that cannot be extended even when

,there is a justifiable reason are as follows:

(1) the term during which an,inventio~ does not lose its·

novelty (Article 24 of the Law),

(2) the period of the priority right (Article 29 of the

Law) ,

(3) the period for filing an opposition (Arti~le 41 of

the Law),

(4) the duration of the'patent right for inventions'

(5) the term of prescription for instituting legal

proceedings concer-n iriq t ne infringement of the

patent right (Article 61 of the Law).
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Other statutory terms (e.g. the term of submitting the

certificate of a Convention 'application, term of instituting

legal proceedings in the people's' court", etc .. ) may all be

extendable only if' there' is a jU'stifici.ble. reason.. The e x t ensLorr

is determined by the examiner ..

In principle, all- proceedings should be conducted in a

written fbrm( Rule J of the Re quLe-t Lons ) .. However, in some

particular cases, when agreed upon'by the examiner, an

interview by the attorney for the applicant or by the applicant

accompanied by the attorney is admissible.

[xI) Opposition (Article 41 o'f the Law)

For a patent for invention or utility model, an

opposit~on based on identity with a senior application

(Article 9 of the Law) cannot be filed since Rule> 54 of the

~egulations does not provide for such case. In case of a

patent for inventions, any person may submit to the examiner

observations on the application in question under Rule 48 of

the Regulations. However this article is not applicable to

a patent for utility model application which is never published.

The Patent Office will do its best avoid dOUble> patenting

and will give careful consideration to this point on the ··future

occasion for amending the Regulations.

Evidences for supporting an opposi~ion have to be

submitted within three months from the date of announcement

(Article 41 of the Law). According to the Patent Office,

however, even after the time limit, submission of a

supplementary evidence or evidences may be admissible if the

reasons for opposition are not altered thereby. The extent

The opposition does not conform to the prescribed

requirements (Rule 57 of the Regulations) if it contains no

reason for oppositions or nor evidence, or if the opposition

paper is not in the prescribed form, or if the three-month

period for opposition has elapsed.
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The applicant can, respond to:the oppoa i t Lon many times

if necessary. However, if ,the time limit for making the written

response is not met, the application is deemed to have

withdrawn his opposition (Article 41 of the Law).

If insignificant or good for nothing, the opposition

will be declared to be unaccaptebLe•.under RuLe 57 of the

RegulCl:~,:i.()ns" so that, instlchc::as~"the applicant ,will,not

be involved in an undue t.zoubLe.,

When the applicant amends the claim. or claims at the

time of responding, the opponent is given an opportunity of

refutation. The opposition ,cannot be withdrawn since there

are not provisions therefor.
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COUNTERFEITING - A GLOBAL PERSPECTIVE

I WOULD LIKE TO SHARE WITH YOU SOME GENERAL COMMENTS

AND OBSERVATIONS CONCERNING THE INCREASINGLY IMPORTANT

ISSUES OF COUNTERFEITING AND INTELLECTUAL PROPERTY· AS THEY

RELATE TO INTERNATIONAL TRADE AND RELATIONSHIPS BETWEEN THE

DEVELOPED, DEVELOPING AND LESS DEVELOPED COUNTRIES.

THE ENGLISH WORD "COUNTERFEITING" IS DEFINED AS

"SOMETHING MADE TO IMITATE. ANOTHER THING WITH A VIEW TO

DEFRAUD" AND BRINGS FORTH VISUAL IMAGES OF CROOKS WHO EXIST

'BY FRAUD, DECEIT AND DECEPTION. "PIRACY" IS ANOTHER TERM

THAT 15 OFTEN USED IN PLACE OF OR IN CONJUNCTION WITH

"COUNTERFEITING" AND BRINGS,TO MIND ROBBERY ON THE HIGH SEAS

BY BANDS OF CUT THROATS .AND THIEVES WHO KILL AND STEAL.

"COUNTERFEITING" AND "PIRACY"ARE EMOTIONAL WORDS AND

REFLECT AN EMOTIONALISM THAT IS QUITE ALIEN TO THE QUIET,

CONSERVATIVE AND GENERALLY MISUNDERSTOOD WORLD OF

INTELLECTUAL PROPERTY PROTECTION . CERTAINLY THE TERMS

PATENT INFRINGEMENT, TRADEMARK INFRINGEMENT AND THE LIKE

THAT WE USE AND DEAL WITH EVERY DAY DO NOT HAVE THE NEGATIVE

DO THE TERMS "COUNTERFEITING" AND "PIRACY".
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BUT, IN FACT,COUNTERFEITINGAND PIRACY ARE BASICALLY

ACTS WHICH ARE PROHIBITED AND PUNISHABLE UNDER THE

ESTABLI SHED INTELLECTUAL PROPERTY AND RELATED LAwS OF A

DEVELOPED COUNTRY, SUCH AS JAPAN OR •.THE UNITED STATES.

COUNTERFEITING AND PIRATICAL ACTIVITIES ARE NORMALLY PATENT

INFRINGEMENT, TRADEMARK INFR INGEMENT ,MI SApPROPR IATION OF

TRADE DRESS, COPYRIGHT INFRINGEMENT, MISAPPROPRIATION OF

TRADE SECRETS OR SIMILAR TORTS OR WRONGS UNDER INTELLECTUAL

PROPERTY LAWS FOR WHiCH REDRESS CAN BE OBTAINED. IT IS ALSO

IMPORTANT NOT TO OVERREACT· TO THE BROAD EMOTIONAL APPEAL OF

THE TERMS AND ALLOW THEM TO BE EXTENDED TO LEGITIMATE

ACTIVITIES SUCH AS REVERSE ENGINEERING AND COST CUTTING

COMPETITION IN SITUATIONS WHERE NO VIOLATION OF INTELLECTUAL

PROPERTY RIGHTS ARE INVOLVED.

COUNTERFEITING IS THE PRIME EXAMPLE OF HOW NON~EXISTENT

OR DEFICIENT PROTECTION OF INTELLECTUAL PROPERTY DIRECTLY

AND NEGATIVELY HASAN IMPACT" ON TRADE. PATENT, TRADEMARK,

COPYRIGHT AND OTHER FORMS OF· INTELLECTUAL PROPERTY

INFRINGEMENT, HAVE A SIMILAR NEGATIVE IMPACT ON TRADE. IN

EACH CASE, THE INNOVATOR IS DENIED THE RIGHT TO REAP THE

ECONOMIC BENEFITS OF HIS OWN INVENTION OR·EXPRESSION OF

INCENTIVES TO INVEST AND INNOVATE. OVER THE LONGER TERM,

PROTECT ION OF INTELLECTUAL· PROPERTY RIGHTS WI LL.· SERVE ·THE

BROADEST INTERESTS OF THE WORLD ECONOMY BY IMPROVING THE

INDUSTRIAL BASE OF MOST COUNTRIEs . SUCH PROTECT ION NOT<ONLY
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STIMULATES CREATIVITY AND THEENTREPENEURAL SPIRIT, IT ALSO

PROVIDES THE INVESTMENT INCENTIVES ESSENTIAL TO BRING NEW

IDEAS AND INNOVATIONS TO THE MARKET PLACE IN THE VERY

COUNTRIES WHERE THEY ARE NEEDED THE MOST.

INTELLECTUAL PROPERTY PROTECTION IS ONE OF THE MOST

IMPORTANT .EMERGING TRADE ISSUES OF THIS DECADE. BUSINESS

NOW COMPETES INA WORLD MARKETPLACE AND FACES STRONG

CQi"·iPETITION ON. A j..1ULTI-NATIONAL,BASIS. THIS APPLIES NOT

ONLY TO ESTABLISHED BASIC INDUSTRIES, .BUT ALSO TO THOSE

CONCERNED WITH ADVANCED TECHNOLOGY SUCH ASB IOTECHNOLOGY,

COMPUTER SOFTWARE AND SEMICONDUCTORS.

TRADE BARRIERS WHEN COUPLED WITH INEFFECTUAL

INTELLECTUAL PROPERTY PROTECTION ARE ALSO SIGNIFICANT

FACTORS IN CREATING AN ENVIRONMENT IN WHICH PIRACY AND

COUNTERFEITINGFLOURISH~ THESE BARRIERS INCLUDE QUOTAS,

HIGH DUTIES,. SPECIAL AND DISCRIMINATORY TAXES, LOCAL

OWNERSHIP REQUIREMENTS, FORCED. SUB.SIDIES TO LOCAL INDUSTRY,

CURRENCY CONTROLS, ETC. WHEN A COMPANY· IS NOT ABLE AS A

RESULT OF THESE BARRIERS TO MAKE LEGITIMATE PRODUCTS

AVAILABLE IN CERTAIN COUNTRIES, IT USUALLY FINDS THAT

PIRATES FI THE F THERE ARE. NO EFFECTIVE I

PROPERTY PROTECTION. IF THESE TRADE BARRIERS ARE

PARTICULARLY ONEROUS OR WHERE THE GOVERNMENT ATTITUDE AND

POLICES ENCOURAGE PIRACY,.EVEN IMPROVED INTELLECTUAL

PROPERTY PROTECTION WILL NOT REDUCE LOSSES. THIS SITUATION
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PERTAINS, FOR EXAMPLE, IN KOREA FOR THE MOTION PICTURE

INDUSTRY AND IN BRAZIL FOR COMPUTER SOFTWARE. IN THIS

RESPECT, MARKET ACCESS AND INTELLECTUAL PROPERTY PROTECTION

ARE CLOSELY INTERTWINED.

A FURTHER FACTOR W!-!ICHHASCONTRIBUTED TO PIRACY AND

COUNTERFEITING IS THE IMPROVEMENT THAT HAVE OCCURRED IN THE

ABILITY TO TRANSFER TECHNOLOGY, INCLUDING HIGHLY ADVANCED

TECHNOLOGY, AROUND THE WORLD. GEOGRAPHICAL SEPARATION AND

TECHNICALLY DEFICIENT WORK FORCES ARE NO LONGER THE BARRIERS

THEY ONCE WERE TO THE ILLEGAL DUPLI CAT I ON OF PRODUCTS AND

TECHNOLOGY. FURTHER, MANY·OF THE NEW TECHNOLOGIES DO NOT

REQUIRE LARGE CAPITAL INVESTMENT TO DUPLICATE EXISTING

PRODUCTS. COMPUTER SOFTWARE AND OTHER COPYRIGHTED WORKS ARE

EXCELLENT EXAMPLES OF SUCH PRODUCTS.

THE COUNTERFEITING OR PIRACY ISSUE IS PRIMARILY AN

ISSUE BETWEEN DEVELOPED COUNTRIES; SUCH AS THE U.S,· JAPAN

AND THE MEMBER STATES·· OF THE EUROPEAN COMMON MARKET, AND THE

NEWLY INDUSTRIALIZED COUNTRIES (KNOWN AS THE NIC'S), THE

DEVELOP ING. COUNTRI ES AND THE LESS D.EVELOPEDCOUNTRI ES. WHEN

CONS !DERING . PIRACY, THECOUNTR IESTHAT ARE MOST OFTEN CITED

TAIWAN, SINGAPORE, HONG KONG, INDONESIA, KOREA, PHILIPPINES,

MALAYSIA, AND THAILAND. OTHER COUNTRIES WHERE PIRACY IN ONE

FORM OR ANOTHER IS SUBSTANTIAL INCLUDE BRAZIL, INDIA,
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MAINLAND CHINA, AND VARIOUS ARABIC STATES IN THE MIDDLE

EAST.

WE CAN NO LONGER ALLOW IMITATORS TO FLOURISH AND PROFIT

THROUGH INADEQUACIES OF INTERNATIONALLY ACCEPTED RULES. FOR

EXAMPLE, THE U. S. I NTERNATI ONAL TRADE COMMI SS ION CURRENTLY

ESTIMATES THAT U.S. COMPANIES LOSE OVER $8 BILLION DOLLARS

EACH YEAR IN FOREIGN SALES DUE TO PIRACY. A RECENT REPORT

BY THE INTERNATIONAL INTELLECTUAL PROPERTY ALLIANCE

ESTIMATED THAT LOSSES FROM PIRACY TO THE U.S. COPYRIGHT

INDUSTRY EXCEED $I~3BILLIONANNUALLY ,AS A RESULT~F FAILURE

TO PROVIDE ADEQUATE AND EFFECTIVE PROTECTION TO U.S,

COPYRIGHTED WORKS. THE ALLIANCE IS AN UMBRELLA ORGANIZATION

OF EIGHT UNITED STATES TRADE ASSOCIATIONS REPRESENTING

SIGNIFICANT SEGMENTS OF THE COPYRIGHT INDUSTRY INCLUDING

BOOK PUBLISHERS, FILM MAKERS, COMPUTER SOFTWARE PUBLISHERS

AND MUSIC PUBLISHERS. A CHART SHOWING THE BREAKDOWN OF

'THESE ESTIMATED LOSSES FOR THE TEN COUNTRIES CONSIDERED IS

ATTACHED AS AN APPENDIX. BOTH FIGURES ARE ESTIMATES AND MAY

NOT BE ACCURATE SINCE COUNTERFE ITING I S A CLANDESTINE

ACTIVITY BUT BY ANY' MEASURE THE MONEYS AND THE lOSSES

INVOLVED ARE VERY LARGE. WHEN EXTRAPOLATED ON A GLOBAl,.

ElASIS,II-li;SVMsII,Ri;,EVi;1'l GREATER.

THE MAJOR STEPS REQUIRED FOR REDUCING AND EVENTUALLY

ELIMINATE COUNTERFEITING AND PIRACY ARE: (1) THE i;NACTMENT

OF ADEQUATE INTELLECTUAL PROPERTY LAWS IN COUNTRIES WHERE
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SUCH LAWS ARE DEFICIENT OR DO NOT EXIST AT THE PRESENT·TIME;

(2) CREATING A CLIMATE AND LEGAL· SYSTEM IN THESE COUNTRIES

THAT RESPECTS AND ENFORCES INTELLECTUAL PROPERTY RIGHTS; (3)

ENCOURAGING NON-MEMBER COUNTRIES TO ADHERE TO INTERNATIONAL

CONVENTIONS SUCH AS THE PARIS CONVENTION, THE BERNE

CONVENTION AND THE UNIVERSAL . COPYR IGHT CONVENTION; AND (4)

PROVIDING EXPERT ADVICE AND ASSISTANCE IN THE INTELLECTUAL

PROPERTY AREAbN BOTH PRIVATE SECTOR AND GOVERNMENTAL

LEVELS. AS TO THE LATTER POINT. THE WORK AND EXCHANGE

PROGRAMS OF THE 'UNITED STATES PATENT AND TRADEMARK OFFICE

AND THE JAPANESE PATENT OFFICE HAVE BEEN MOST HELPFUL AND

ARE HAVING AN IMPACT.

WE SHOULD NOT UNDERESTIMATE THE DIFFICULTY OR THE TIME

REQUIRED TO ACCOM~LISH THE ABOVE BUT PROGRESS IS BEING MAdE.

r r IS INTERESTING TO RECALL THAT A MAJOR REASON FOR THE

FORMATION OF THE BERNE CONVENTioN IN THE EARLY 1800'S WAS

THE FLAGRANT AND UNAUTHORIZED COPYING OF THE WORKS OF

CHARLES DICKENS AND OTHER FAMOUS ENGLISH AUTHOR-SIN THE

UNITED STATES WHICH. AT THAT TIME. WAS A DEVELOPING NATION.

ALSO. THE UNIVERSAL COPYRIGHT CONVENTION CAME INTO BEING

ONLY AFTER WORLD WAR II~ JAPAN ITSELF HAD A REPUTATI6N FOR

AFTER THE WAR. BUT TH1SHISTORIC~L PERSPECTIVE bOES NOT·

ALTER THE FACT THAT INTELLECTUAL PROPERTY PROTECTION ISSUES

ARE MORE SIGNIFICANT THAN AT ANY PREVIOUS TIME AND. ARE

CREATING FRICTION BETWEEN TRADING PARTNERS. THEIR INCREASED
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IMPORTANCE MAY WELL GENERATE BETTER AND MORE TIMELY

SOLUTIONS THAN MIGHT OTHERW I SE DCCUR. FOR EXAMPLE, THERE IS

VERY STRONG PRESSURE TO INCLUDE INTELLEqUAL PROPERTY

PROTE~TION ISSUES, INCLUDING MINIMUM STANDARDS OF

PROTECTION, IN THE PROPOSED FORTHCOMING ROUND OF GATT

(GENERAL AGREEMENT ON TRADE AND TARI FFS) NEGOTIAT IONS. IT

IS INCREASINGLY APPARENT THAT THESEPROBLEMS WILL BE

DISCUSSED AND RESOLVEDONoAGOVERNMENT-TO-GOVERNMENT BASIS

OR THROUGrNEGOiIATIONS IN TREATY.AND OTHER:HULTI-NATIONAL

FORUMS. THE PRIVATE SECTOR HASAN IMPORTANT PART TO PLAY AS

IT HAS IN THE PAST,'BUT THE ISSUE IS BECOMING MUCHMORE A

POLITICAL ISSUE.

I MIGHT ADD THAT THE INTERNATIONAL CONVENTIONS AND THE

HARMONIZATION EFFORTS ARE EXTREMELY IMPORTANT IN

ESTABLISHING MINIMUM STANDARDS OF INTELLECTUAL PROPERTY

PROTECTION. BUT THE CONVENTIONS DO NOT GO BEYOND

ESTABLISHING MINIMUM STANDARDS. WHAT THE GATT AGREEMENTS

OFFER, IS A WELL ESTABLISHED MECHANISM FOR, ENFORCEMENT OF

AGREEMENTS AND FOR RESOLVING DISPUTES BETWEEN GOVERNMENTS.

SIMILAR ENFORCEMENT POWERS DO NOTEXIST UNDER THE

INTERNATIONAL CONVENTIONS. SOME 90 NATIONS ARE~PARTIES TO

I "'-'~U en:;

COUNTRIES ASSOCIATED WITH COUNTERFEITING THAT ARE NOT

MEMBERS OF THE INTERNATIONAL CONVENTIONS,
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WITH ABOVE AS BACKGROUND ,LET' S REVIEW THE CURRENT

STATUS OF THE INTELLECTUAL PROPERTY LAWS AND THE PROGNOSIS

FOR FAVORABLE CHANGES IN THESE LAWS IN THE COUNTRIES AROUND

THE·PACIFIC BASIN WHICH ARE CLOSELY ASSOCIATED WITH

COUNTERFEITING AND PIRACY. WE WILL DISCUSS TAIWAN, KOREA,

SINGAPORE, MALAYSIA, THAILAND AND INDONESIA.

I. TAIWAN

TAIWAN HAS THE UNENVIABLE AND WELL DESERVED REPUTATION OF

BEING THE MAJOR SOURCE OF THE WORLD'S COUNTERFEIVPRODUCTS.

INDUSTRY HAS LONG CRITICIZED TAIWAN FOR ITS INADEQUATE LEGAL

PROTECTION OF INTELLECTUAL PROPERTY RIGHTS AND FOR ITS WEAK

ENFORCEMENT OF EXISTING REGULATIONS.

THE TAIWAN GOVERNMENT IS INCREASINGLY AWARE OF THENEGATP1E

EFFECT THAT COMMERC IAL COUNTERFEITING AND OTHER ABUSES OF

INTELLECTUAL PROPERTY HAS ON TAIWAN'S TRADE RELATIONS AND

INVESTMENT CLIMATE. ANEW TRADEMARK LAW· WHICH PROVIDES

STIFFER SANCTIONS FOR INFRINGEMENT WAS PROMULGATED IN

JANUARY 1983 AND A REVISED COPYRIGHT LAW HAS JUST BEEN

ENACTED INTO LAW. A NEW PATENT LAW AND TAIWAN'S FIRST

TAIWAN HAS ALREADY MADE SUBSTANTIVE IMPROVEMENTS IN ITS

INTELLECTUAL PROPERTY RI GHTSCLI MATE --'- PARTICULARLY IN

COMPARISON WITH OTHER KNOWN COUNTERFEITING NATIONS--AND
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HAS DEMONSTRATED ITS COMMITMENT TO ELIMINATING COMMERCIAL

COUNTERFEITI NG PRACTICES. HOWEV.ER, MAJOR PROBLEMS REMAIN.

TAIWAN'S DIPLOMATIC ISOLATION DOES NOT PERMIT IT TO ADHERE

TO ANY INTERNAT 10NAL INTELLECTUAL PROPERTY TREATI ES. JAI L

SENTENCES FOR CONVICTED INFRINGERS ARE CONVERTED TO MINIMUM

FINES WHICH ARE TOO LIGHT TO PROVIDE ANY INCENTIVE NOT TO

COUNTERFEIT. POLICE COOPERATION IS INCONSISTENT AND OFTEN

INADEQUATE. OTHER PROBLEMS iNCLUDE iNADEQUATE PATENT

PROTECT ION FOR CHEMICALS AND PHARMACEUTICALS, A COMPLICATED

REG.I STRATI ON SYSTEM. FOR COPYRIGHTS AND PROVI S IONS

WITHHOLDING EXCLUS IVE TRANS.LATION RI GHTS FOR FO.REIGN WORKS.

HIGH LEVEL OFFICIALS TO UNDERSTAND.THE IMPORTANCE OF

ELIMINATING COUNTERFEITING ON TAIWAN BUT ARE ENCOUNTERING

STRONG. OPPOSITION FROM THE BUSINESS COMMUNITY IN THEIR

ATTEMPTS TO IMPLEMENT ANTI ,.COUNTERFE IT ING POLIC I ES. BUT

UNLESS ADDITlONAL ACTION rs TAKEN, SUCH AS DENIAL OF EXPORT

PERMITS FOR COUNTERFEIT OR· PI RATED .GOODS i IT WILL RETAIN ITS

REPUTATION.

II. KOREA

THE INADEQUACY OF PROTECTION AFFORDED INTELLECTUAL PROPERTY

RIGHTS IN KOREA HAS BECOME A MATTER·OFINCREASING CONCERN IN

RECENT MONTHS. THE ABSENCE OF COPYRIGHT PROTECTION FOR

FOREIGN AUTHORS AND CREATORS .UNDER EXI STI NG AND PROPOSED
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LEGISLATION, LACK OF. PATENT PROTECTION FOR CHEMICAL AND

PHARMACEUTICAL PRODUCTS AND RESTRICTIVE REGULATIONS

GOVERNING TRADEMARKS ARE PROBLEMS.

THE AREA OF GREATEST CONCERN IS COPYRIGHT PROTECTION. AT

PRESENT, PROTECTI ON OF FOREIGN COPYRIGHTS IS. NON."EX ISTENT

AND THE ISSUE IS BOUND TO GROW INCREASINGLY SENSITIVE AS

KOREA'S BURGEONING COMPUTER INDUSTRY GENERATES GREATER

DEMAND FOR APPLICABLE SOFTWARE.

IN THE PATENT AREA) KOREA JOINED THE PARISCONVENTIONnN

1980. FOREIGN FIRMS CAN APPLY FOR PATENTS .IN<KOREAAND

GENERALLY ADEQUATE ENFORCEMENT AND LEGAL SANCTIONS EXIST

AGAINST INFRINGEMENT. THE PATENT LAW IS WEAK, HOWEVER)MITH

RESPECT TO THE SCOPE OF PROTECTION AFFORDED CHEMICALS AND

PHARMACEUTICALS.

THE OVERALL CLIMATE FOR PROTECTION OF INTELLECTUAL PROPERTY

IN KOREA WILL IMPROVE SLOWLY. THE COMB I NED PRESSURES OF ITS

LARGE FOREIGN DEBT, ITS NEED TO REMAIN COMPETITIVE VIS-A-VIS

OTHER NEWLY INDUSTRIALtllNG COUNTRIES, AND ITS NEED TO

ATTRACLFOREIGN CAPITAL AND TECHNOLOGY SHOULD .WORK IN FAVOR

STRONGER PROTECTIVE MEASURES. PROGRESS WILL BE SELECTIVE
········h,· ,..

AND SLOW, HOWEVER"GIVEN KOREA'S TENACIOUS RELIANCE ON,THE

ARGUMENT THAT, SINCE PROTECTION OF INTELLECTUAL PROPERTY IS

A FUNCTION'OFTHE LEVEL bFiDEVELOPMENT, KOREA CANNOT BE
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EXPECTED,TOAFFORD PROTECT ION AT THE LEVEL THE 'DEVELOPED

NATIONS DESIRE.

I II. SINGAPORE

AS A RESULT OF WEAK LAWS AND LIMITED ENFORCEMENT EFFORTS,

THE VIOLATION OFCOPYR I GHTS, PATENTS AND TRADEMARKS IN

SINGAPORE IS WIDESPREAD. AUD IOAND VIDEO CASSETTE PIRACY

AND THE LACK OF COPYRIGHT PROTECTION FOR COMPUTER SOFTWARE

ARE PARTICULAR PROBLEMS. COUNTERFEITED COMPUTERS AND

PHARMACEUTICALS ARE OTHER PROBLEM AREAS. MOST OF THE

ILLEGAL GOODS ARE EXPORTED.

SINGAPORE ISFAC I NG INCREASED PRESSURE FROM DOMESTI CAND.

FOREIGN COMPANIES, AS WELL AS FROM FOREIGN GOVERNMENTS, TO

UPDATE ITS PATENT AND COPYRIGHT LAWS AND ENFORCE. THEM MORE

VIGOROUSLY.

IV. MALAYSIA

IN MALAYSIA INFRINGEMENTS OF INTELLECTUAL PROPERTYRI&HTS

ARE PREVALENT ALTHOUGH TO A LESSER EXTENT THAN IN SOME OTHER

COUNTR IN ASIA. PIRATING AND COUNTERFEIT"",. v

VIDEOTAPES, BOOKS, RECORDS, CASSETTES ~ND-~ICROCOMPUTER

SOFTWARE BY MALAYSIAN MANtlFACTURERSARE SIGNIFICANT.

RETAILERS ALSO IMPORT A.LARGEAMOUNT OF COUNTERFEITED GOODS

FROM COUNTRIES SUCH AS HONG KONG, SINGAPORE, AND INDONESIA.
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MALAYSIA HAS FOUR ACTS RELATED TO INTELLECTUAL PROPERTY

RIGHTS: THE COPYRIGHT ACT OF 1969, THE TRADE DESCRIPTION

ACT OF 1972, THE TRADEMARK ACT OF 1976, AND THE PATENT ACT

OF 1983. THE GOVERNMENT HAS PREPAR~D A DRAFT FOR A NEW

COPYRIGHT ACT. SOME REVISIONS ARE EXPECTED BEFORE IT IS

PROMULGATED. THE PATENT ACT OF 1983 HAS NOT BEEN FULLY

IMPLEMENTED. THIS MAY TAKE A YEAR OR MORE. MALAYSIA IS NOT

A SIGNATORY TO ANY OF THE INTERNATIONAL CONVENTIONS ON

PATENTS, TRADEMARKS, OR COPYRIGHTS.

V. THAILAND

THE INFRINGEMENT OF INTELLECTUAL PROPERTY RIGHTS -­

PARTICULARLY THE COUNTERFEITING OF LIGHT CONSUMER GOODS SUCH

AS CLOTHING AND ACCESSORIES--IS WIDESPREAD IN THAILAND,

ALTHOUGH THE PROBLEM IS MUCH SMALLER IN MAGNITUDE THAN IN

TAIWAN OR KOREA. AMONG THE MOST TROUBLESOME PROBLEMS AT

PRESENT ARE: (1) THE PRODUCTION OF COUNTERFEIT

PHARMACEUTI CALS, INVOLVING ELEMENTS OF "PASS ING OFF" AND, IN

SOME CASES, DIRECT TRADEMARK INFRINGEMENT; (2) VIDEOTAPE

PIRACY; AND 0) PIRACY OF COMPUTER SOFTWARE, INVOLVING THE

SUPPLYING OF SOFTWARE FREE OR AT LOW PRICES AS AN INDUCEMENT

COUNTERFEIT) .
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SOME OF THE. WEAKNESSES IN THE PATENT AND TRADEMARK LAWS ARE

OFFSET TO SOME DEGREE BY THAI LAND I S CONSUMER PROTECTION LAW,

WHICH EMPOWERS THE CONSUMER PROTECTION BOARD TO TAKE ACTION,

INCLUDING SEARCH AND SEIZURE, .IN CASES INVOLVING COUNTERFEIT

PRODUCTION OF FOOD AND PHARMACEUTICALS.

VI. INDONESIA

THE PROBLEM OF INTELLECTUAL PROPERTY RIGHTS PROTECTION IN

INDONESIA IS POTENTIALLY A LARGE ONE. COUNTERFEITING IN

INDONESIA APPEARS TO FOCUS MAINLY ON GARMENTS

(COUNTERFEITING OF BLUE JEANS SEEMS TO BE THE MAJOR

PROBLEM), ACCESSORIES, AND SOME CHEMICAL PRODUCTS, INCLUDING

PHARMACEUTICALS. COPYRIGHT PROBLEMS EXIST IN THE AREAS OF

PUBLISHING, AND AUDIO- AND VIDEOCASSETTES. SOME OF THE

COUNTERFEIT PRODUCTS AVAILABLE IN INDONESIA HAVE BEEN

IMPORTED FROM OTHER ASIAN COUNTRIES, BUT IT ALSO EXPORTS

ITEMS SUCH AS JEANS AND AUDIOCASSETTES TO OTHER COUNTRIES IN

THE REGION.

THE LEGAL SYSTEM IS RELATIVELY UNDEVELOPED. THERE ISNO

PATENT LAW, FOR. EXAMPLE. IN THE PAST, INDONESIAN LAW WAS

BASED ON DUTCH LAW. HOWEVER., THE GOVERNMENT IS·GRADUALLY

INDONESIAN LAWS. AN ADDITIONAL PROBLEM WITH OBTAINING LEGAL

REDRESS IS CORRUPTION WHICH IS RAMPANT THROUGHOUT THE

GOVERNMENT, INCLUDING THE POLICE AND COURTS.
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AS YOU CAN SEE FROM THIS BRIEF REVIEW, MUCH REMAINS TO

BE DONE TO OBTAIN THE ENACTMENT AND EFFECTIVE ENFORCEMENT OF

INTELLECTUAL PROPERTY LAWS IN COUNTRIES WHERE COUNTERFEITING

AND PIRACY EXIST. HOWEVER,SUCH ENACTMENT AND ENFORCEMENT

ARE IN THE LONG TERM INTERESTS AND PARTICULARLY THE TRADING

INTERESTS OF ALL PARTIES.

THANK YOU.

PAUL D. CARMICHAEL

SENIOR CORPORATE PATENT COUNSEL

I BM CORPORATION

2000 PURCHASE STREET

PURCHASE, NEW YORK 10577
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1.1 While exports of software are known to occur from some countries, we
have been unable to estimate such losses; these figures reflect domestic
piracy only.

APPENDIX

ESTIMATED LDSSES FROM PIRACY
OF COPYRIGHTEO WORKS

IN TEN SELECTED COUNTRIESl!
(In mI I Ll ons )

Recordsl Motion
Tapes PIctures Books Software Total

5 i nqe po r-e $2202 / $ 11 $1072 1 $ 20 $3581/

Taiwan $ 9 $ 25 $118i l $ 34 $186i l

Indonesia $1802/ $ 17 $ 6 '$ 3 $2062/

Korea $ 40 $ 16 $ 70 $ 20 $146

Philippines $ 4 $ 19 $ 70 $ 4 $ 97'

Malaysia $ 33 $ 13 s 20 $ 7 $ 73

Thailand $ 13 $ 12 $ 7 s 2 $ 34,

Brazil $ 19 $ 13 $ 8 $. ~5 $ 75

Egypt $ 5 $ 5 $ 10 s ·3 $ 23

Nigeria $120 61 _$_11_ 61 $131

TOTAL $643 $131 $427 $128 $1;3291 1

Records/Tapes: domestic $80 and export $100; Total: domestic $106 and
export $100.
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1/ Estimated losses reflect sale of pirated works In the domestic· econbmy,
except for Slngapor~, Taiwan and IndonesIa where the figures include losses
resulting from export of pirated works.

!i/ Books:
$110.

2..1

§J Because there are no available data on VCR penetration in Nigeria, It
Is ~Qt possible to estimate losses. No estimate Is available for software
piracy.

II OomestIc $849 and export $480.

1/ Records/Tapes: domestIc $50 and export $170; Books: domestic $7 and
export $100; Total: domestic $88 and export $27Q.

domestic $8 and export $110; Total: domestic $70. and export



Recent Developments in Indus.riel Proper.y Fieljs

in Asian Countrie~

Jep...neseGrollP:r<;=1ttee No.3
K.Mikami, Sumitomo Blec.ric Industries Ltd.

T.lda ,!\yowa Hekko K"ogyo Co. ,Ltd.
K".Imai ,Toshiba Corporation

K.Hosaka, Hitachi, Lt<i.
M.Nishimura, Teijin Limited

S.TClkuda, I1!M Japan, Ltd.

Speaker: H. SUzuki. NiPl10n Steel Cor:!ioration

Abstraot

Sirice the Senda! PIPA meeting, there have been

diati.J::lct movements in Industrial Proper"ty Fields,

especially in 7orea,Malsysia and Taiwan.

This report intrcuuces the recent developments

in Industrial Property Fields. in Korea, Malaysia,

Taiwan and aome other Asian countriss.
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KOREA

1. Introduction

Trade conflicts between'industriali"zed countries have been

increasing in recent years as a consequence of the rapid growth

of world-wide industrialization. These conflicts have raised

the consciousness among industrialists in Korea with regard to

the importance of protection of industrial property rights. As

a consequ~nce, there appears to be keen interst in the

improvement of industrial property rights in Korea. Also, the

rate of patent application filings have been increasing steadily

in recent years. Particularly, it increased 35 percent in 1984.

This report introduces briefly the recent movement within

Korea for .revis Lon of the laws, and regulations relating to

industrial property rights, the, 1985 office plan of the Korean

Patent Office, and shows some of the latest statistics on patent

and utility models as an Annex,

2. Development of laws and regulations

(1) Amendment of Patent Law

The Korean Patent Office is planning to amend a part of the

present Patent Act (Law No. 3566) to facilitate modernization

and internationalization of the patent system in Korea which are

one of' the objectives for the office in 1985. An amendment bill

is scheduled to be submitted to the 1986 Congress. The

amendments will focus on the simplification of the present trial

system which at present takes more than one year of considerable

effort. The major points of the amendments are as follows.
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(c) The date of request for examination in case of a divisional

application or a conversion of application will be the same

as the date for the original application. (Art. 41-2)

(3) Introduction of product patent

Rapid developments are being made' toward introduction ·of a

proquct patent right as a result of strong pressure from the

United States and other countries. The Korean Patent Office is

actively studying the issue as one. of the major themes of the

1985 office plan. However. there is still. strong opposition to

the introduction of product patents in Korea which makes it

difficult to iqentify a timetable for the introduction.

Although the proposed amendments to the Patent Act to be

submitted to the 1986 Congress do not include the introduction

of a product patent right. it is expected to be realized at. the

latest wi thin the coming two. to three years.

(4) Introduction of use invention

Use inventions are not patentable at present with very

limited exceptions under Art. 4-5 of the Patent Act.

Establishing patents for use inventions appears to be under

study with the proposal for the introductio~ of product patents.

It is quite probable .that thetimet.able for the introduction of

use patents will' be, the same as for the. introquction.of. product

patents.

(5) Protection of software
...................

In November. 1984. the Korean p"tentoffice put. into effect

an examination standard for computer related inventions The

examination standard was drafted based on theU. S.. MPEP t , and

the Japanese examination standard for inventions relating to
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computer programs and micro-computer applications. Limited

protection for the domestic software industries was established

by a presidential decree entitled "Regulations concerning

Introduction and Utili zation of Computer System" which was

introduced under the sponsorship of the Korean Institute of

Science and Technology (KAIST). The regulation authorizes the

registration of software developed by local manufacturers, and

it is aimed to promote the marketting of software and the

protection of registered software. At present, 'other than the

above, there are no further official developments ill this area.

It is becoming the world tendency to protect software by

the copyright law. As will be described later, an amendment to

the Korean Copyright Law was .submittedto the Congress in 1984,

but no action was taken during its session. The draft bill of

amendments, however, did not include any provision with regard

to the protection of software.

(6) Semiconductor chip pzo t.ect-I on

The government is aware of the importance of, the

reciprocity requirement under the U. S.Semiconductor Chip

Protection Act. Although there has been no movement yet, ,it is

expected that the enactment 'of similar TegislatiOnwilFbe

realized in the near future.

(7) Amendment of Copyright Law

A draft bill for the amendment of the Copyright Act,as
•.............••........

originally enacced in 1957, was submitted to the 1984 Congress.

However'i twas not examined during that sessiOn. The bill is'

to be resubmitted to the Congress. The major points of

amendment seem to be as follows:
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(a) Introduction of prClvision for cop~right registration.

(bl Extension of the protection term from JO years to 50 years.

(c) Strengthening of protection of foreigners' copyrights.

(d) IntrClduction of provision for neighboring right.

As stated before, the bill to amend the Copyright Act did

not seem to include any provision relating to software. The

government is reportedly plannipg to complete the amendment of

Copyright Act within 1985 and to become a member of the Berne

Convention for the protection of copyright by 1988. In

addition, in the near future it is likely to amend Korean

copyright law to provide for protection of software.

(8) Amendment of the Unfair Competition Prevention Law

The government is studying the amendment of the Unfair

Competition Prevention Act. Although no announcement has been

made pub Li c yet, the following contents are likely to be

included.

(a ) Expansion of the scope of -unfair competition,

(bl Prohibition. of import/export of counterfeit products and

demand for disposal of counterfeit products.

t c) Incr",aseof penalties

(d ) Illustration by examples of trademarks which are widely

known in Korea.

(9) Amendment of the procedure for. the.deposi tion of

microorganisms

~I"om~ebruary 26, 1985 ,the internation"l depos Lt.ory

organizations authorized by WIPO according to the Budapest

Treaty have been added asa depository organizationstClthe

Korean Institute of Science and Techllologyand the ..Korea.
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Federation of Culture Collection of Microorganism. However,

depositions before the new depository organizations are only

effective in the period before laying open. Accordingly, after

laying open deposition is again required at one of the domestic

deposi tory facHi ties.

3. Korean Patent Office's plan for 1985

As shown in Figs. 1 and 2, the numbers of patent and

utility model applications have been increasing very rapidly.

As a result of the increase in applications, an .increase in the

backlog and consequent delays in examination are anticipated.

The number of industrial property right related applications in

1984, including patents, utility mode Ls , designs and trademarks,

was 64,032, as compared with only 34,839 in 1979. The numbe-r is

expected to exceed 100,000 in 1988. The Korean Patent Of'f'ice is

reportedly studying a long term plan for patent administration

inclUding personnel and comput.erLaa t Lon plans to prevent delays

in exarrifna t i on ,

The following are the main items of the Korean. patent

Office's plan for 1985..

. (1) The Patent Law amendment explained in 2-(1);

(2) Improvement of'efficiencyby the .introdlictiori of office

automation.

( 3) ImpJ:ovement of quaLi ty . of.

of examiners.

(4) Study on the introduction of product patent.

(5) Establishment of an order for industrial property rights.

It is expected to increase the number of disposi t i ons of

exam i na t i ons in 1985 by 11 percent over that in 1984 •
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ANNEX·

Patent and Utility Model Statistics

1. Filings of applications

The number of patent application f~ed increased 35 percent

in 1984 as shown in Fig. 1 and Table I. The increase was caused

mostly by an increase in applications from foreigners. The

foreigners hold an overwhelming majority in the number of

applications filed. Particularly, the applicationsfr.om Japan

and the United States account ·forabout 70 percent of the

applications by foreigneI"";. This trend is continuing in 1985.

Onthecol)trary ,the vast majority of the utility model

applications are made by Koreans. Japan files a majority of

those filed by foreigners. The United. States, having no utili ty

model ,,;yst·em, files few utility model applications.

Table I Patent and Utility Model Applications

1983 1984 1985

(Jan-Jun)

Total 6394 8633 4797

Korean 1599 1997 1112 -,

Patent. Foreigner 4795 6636 3685

Japanese 1844 2454 1705

1010
0

_American 1586 2178

Total 11485 14765 8052

Korean 10345 13760 7557

Utility Foreignel" 1140 1005 495

Model Japanese 913 793 398

American 106 102 49
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1983 1984

Total 2433 2365

Korean 245 297

Patent Foreigner 2188 2068

Japanese 1039 954

American 657 614

Total 2079 2360

Korean 1225 1817

Utility Foreigner 854 543

Model Japanese 669 440

American 81 53

2. Registrations

The number of patent registrations has been decreasing

since 1982 as shown in Fig. land Table II. The decrease was

not caused by the tightening of examination standards but by the

shortage of examination capacity. TheO'decrease in registrations

at a time of increase in applications predicts the rapid

increase in the backlog and a further prolonging of the term of

examination.

Foreigners account for 41 percent of the regiastations of

utility models despite filing only 6.8 percent of the

applications. Such high ratio is probably attributable to

differnces in the quality of the appliCations between -foreigners

and Koreans and the inflow of converted patent applications.,

Table II Patent and Utility Model Registration
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3. Rates of Registration (1984)

Providing:

Rate of
registration = Number ofdecislons for registration

Total nUmber of examination disposals

The average rate of registration for foreigners was 62

percent in 1984. The rate of registra~ion shown in Table III

does not include the results of appeal trial against final

rejection and opposition, however, their influence to the

final rate would not be large.

Table III Rate of Patent and Utility Model. Registrations

Patent Utility Model
.

Average 55.6% 38.7%

Foreigner 61. 6 70.1..
Korean 33.8 35.5

4. Oppositions (1984)

The average rate for patents opposed .is shown in Table IV .

. .

• Number of oppositions Rat.e of opposition
.

•

Patent 41 5.4% .

Utili ty Model 56 9.9

Number of decisionfor·registration
Number of oppositions filed

=

providing:

Rate of
opposition
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5. Appeal trial against fi.nalrejection (1984)

Providing:

Rate of appeal Number of appeal trials filed
trial against = X 100%
final refection Number of final rejections

~
Table V

Patent I Util i tv Mode 1

I .
Filed 221 ,nn .

kO<

Disposed 296 ClOO.O)% 163 ClOO.O)%.
.

Accepted 121 40.9!
.

( 62 ( 38.0)

Not accepted 152 ( 51. 4) 89 ( 54.6)

Dismissed 14 ( . 4.7) 8 ( 4.9)

withdrawn 9 ( 3.0) 3 ( 1. 8)

Rate of appeal

trial against 15% 4.5%

fina.l reiection •

6. Trials for invalidation ofp'"t;ent '<1984)

Table VI

... . . .... ...< .:

Patent i Utilitv Model

Filed JJ I 102 ..... . .
. .......

. . tJisp·osed 43 ClOO.O)% 115 ClOO.O)% . < •

Accepted 20 ( 46.5) 42 ( 36.5)

Not accepted 16 ( 37.2) 52 ( 4.5.2) ..

Dismissed - 6 ( 5.2)

Withdrawn 7 ( 16.3) 15 ( 13 .0)
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7. Trials for confirmation of scop~ of a patent {1984l

Table VII

Patent Utilit Model

Filed 36 101

Disposed 42 ClOO.O)% 106 ClOO.Ol%

Accepted 13 31. 0) 56 52.8)

Not accepted 1 2.4l 8 7.5)

Dismissed 22 52.4) 25 23.6)

Withdrawn 6 14.3) 17 16.0)

8. Average term for prosecution of patents

(1) From reql.lest for examination .co start of substantive

examination

2 - 3 years

The term is counted from filing of requ~st for examination

and not from the filing of an application. Up to one year of

the period relates to the difference of examiner's individual

burden, rather than from the differnce of technical field.

There are no cases still waiting the start of. examination which

were filed under the old law.

( 2) to grant of patent. excluding

appealed and opposed cases

6 - 9 months

This includes the term for publication.

-402-



(3) From filing of appeal trial against rejection to

completion of appeal trial

8 - 12 months

9. Utilization of PCT

Since the start of PCT up to the end of JUly, 1985, a total

of 1088 PCT application--s were filed which designated Korea.
'-/

The United States accounted for 47 percent of them and Japan for

13 percent. Meanwhile, only 28 applications were· filed by

Korean nationals.
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to.the

as

will be( 1 ) The burden

dant,

The amendment of patent law also will contain follow­

ing matters;

(2) Foreign legal entities which are not recognized .
in Taiwan will be granted the right to file a

In relation to the protection for Use invention of

chemical products under the new law, we have not~ny infor~

mation at present.

1. Revision of Patent Law

TALWAN

Under the revised patent law, the chemical product

patent system will be introduced and chemical substances

will be patentable. However, pharmaceuticals, foods and
b~verages will be, probably, excluded from patent pro­

tection as be:fore.

Article 4 of the current patent law provides that

chemicals, pharmaceuticals, foods and beverages are not

patentable and Notification No.06845 issued by MOEA ex­
pressly states the use of chemical are not eligible for

p~tent. Under the circumstances, the patent protection on

chemical invention is remarkably restrected.

The government is actively undertaking the works to

revise current patent law. Acco~ding tp recent informa­
tion, Ministry of Economic Affairs (MOEA) made a prelimi­

nary decision to amend the patent law ~o grant patent
protection on chemical products, which has been requested

keenly by foreign governments and companies for many.years.



crilllinalaction.

(3) Penalties for infringement will become more
'severe.

In any event, we presume the draft of this revision will

not be legislated near future, siRce it shall subject to
the Legislative Yuan's approval.

2. New Copyright Law

:'New Cbpyright'Lawbecameeffective on July '12, 1985.

Major changes by the new legislatiollare summarized below.

(1) Works capable of copyright protection are expand­

ed to include the following categories;

Literary works, verbal works, translated literary

works, translated verbal works, collective works, artistic
works, pictorial works, musical works,·rnotionpictures,

sound recordings, audiovisual works, photographic works,

speeches, recitals, dramatic works,choregraphic.works,
computer proqrams, maps, technical or engineering drawings.

It should be noted that cornputer programs and various

magnetic media are officially included in the list of

copyrightable. subject matters.

(2) A domestic author rnay enjoy copyright protection

upon completion of his work. Registration with
the Copyright Office becomes optional.

(3) However, foreign parties' works should be regis'­

tered withtheCdpyright Office.

(4) Even if a foreign company has not recognized by
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MOEA, the foreign party .shall be entitled to
institute a criminal action for infringement.

(5) Protection period for the following works is

extended to 30 years; edited works, motion pic­

tures, sound recordings, audiovisual works,
photographs, and computer program~.

(6) It is not an infringement for a ligitimate com­
puter program owner to revise the prograrnfor the

purpose of compatibility with his machine, or to

reproduce the· program for t~epurpose of preser­
vation and security.

(7) The damages awarded to the copyright owner shall
be at least 500 times the selling price of the

infringed work.

(8) A more severe punishment is imposed on

infringers.

3. Draft of Fair Trade Law

An draft of "Fair Trade Law" has been completed by the

government and the draft law sill be soon submitted to

Legislative Yuan.

The draft bill contains legal prov1s10ns for prevent­

ing .of unfair comp",tition .practices and also contains

anti_trust provisions. T~e unfair. competition p~evention

provisions, Chapter. 5 of the draft Law., makes false presen­
tation and passing-off illegal. It should be noted that

Article 19 (3) in Chapter.5 ofi:he draft
protection of famolls .. foreign trademarks which are not

registered in Taiwan.
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The Ministry of Economic Affairs also has reviewed
current provisions of Trademark Law and draft of the pro­
posed amendment has been completed

We are expecting that these legislative changes will
be effective to prevent counterfeitings.
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ANt/EX,

The Trend ofl'.at,ent ,Utility M9de,1. ,.
Design and Trademark in Taiwan

statistical data on industrial properties during 1980

- 1984 are shown in Tables 1 - 3. It is apparent from the

Tables 1 and 2 that the number of patent, utility model,

design applications has grown every year during the past
five year. About 80 percent of patent applications have

been filed by foreigners: particularly U.S. and Japanese
applicants account for about 60 percent of the total. On

the contrary, more than 80 percent of applications for

utility model and design have been filed by Taiwanese.
Table 3 shows statistics for trademark applications and

registrations. The number of trademark applications also,

in general, has been increasing. The statistics indicates
that number of trademark applications by Taiwanese is about

90 percent of the total number of applications.
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Table 1: Number of Applicationsfor Pa.tent, Utility Model

and Design filed ,during 1980 -1984

. .. Number of Applications
· Year

. Residents .% Non-
% Total, .. ,'..

i Residents
. ..... .w •.•.• · 19ao .. ........ ,.. 83) ...

23% 2839 77% 3672, . ".. .
1 19P1 · . i. 846 22% ,

78% 3872
Patent

3026,..,

.. ·
'T8%

.....
3483,

.
198.2 772 , 82% 4255

(Invention)
'4766· 1983 937 20. 3829 80%

·
1984·•.

i
916 l7% 4590 .•. 83% 1 5506.. .. .

.. .

.. .. I· 1980 · . 5478 8.2% 1205 , 18% ·6683 . ..
,

.'
.• .

1981 6297 85% I· l114 15% 7411
... ..

.. Utility Model 1982 6104 80% 1:484 20% 7588 -
,

, 1983 . ·7533 83% 1:496 .17% 9029

'.
.. . ' 1984 8693 83% 1733

.

17% 10426· 1

., ... ......
.. 1980 .,2179 82% 48.2 .... .18% ... .... 2.6.6.1. ' I

.: ·
1981 2989 .80% 762 20% 3751

••
1 .'

.. ...
,

·3649
,

836'Design i
1982 81% 19% 4485

.
1

....

"

1983 4703 83% 949 17% 5652
,

. ,....

i 1984 4921 an 1140
,

.19% 6061
. ..".

.,., , . ' ,
.. , , • i'..

, . ,
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Table 2: Number of Patents, Utility Models and Designs

granted during 198.0 - 1984

Number of granted

Year . Non-
.

Residents % Residents % Total

.

1980 131 5% 2295 95% 2426
.

1981 150 7% 1925 93% 2075
Patent

· i982 156 .. 7% 2063 93% . 2219
("Inyention)

1983 114 7% 1597 93% 1711

1984 178 9% 1892 91% 2070
. .

1980 2019 .. 63% 1164 37% 3183
.

1981 1950 67% 952
·

33% 2902

Utility Model 1982 2467. 70% 1080 30% 3547
.

· 1983 . 2578. 68% . 1213 . . 32% 3791·
·

3145. 70% .. 1348 . 30% 4493
•

> •...•
•

•·198~ .•. ·
.. . .

·1980
..

620 61% 404 39% 1024
-. . ... ..

· 1981 797 62%
.

.491 38% 1288··
Design · 1982 •.. 1161 68% .. 53.5 · . 32% 1696

•• 1013 64% 581 • 36% 15941983 ..

1984 1314 65% 715 35% 2029
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Table 3: Number of Trademark Applications and Registrations

during 1980 - 1984

.

Number of Applications .... Number Of.'

Year Non-Residents % t· Total Registrations
.

Residents.
. ." .. " . ..... .........

1980 26739 83% .. 6387 • 17% 32127 20483
. . .. . ...

1981 37071 85% 6563 r: 15% 43634 19038
I . .

1982 36615 ,·86% 6204 14% 42819 . 34760
.

'.

1983 46575 87.% .. '. 7066 ....•.•. 13%' 53641 30587

1984 56142 89% 6826 11% 62968 39236

:;- .C._,.. ; ,:" -.
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MALAYSIA

1. Introduction

There was a strong tendency··to establish the modern

. patent system independently of tl1~s;o-c:allec'lconfirmation

type patent system under the old British Cornrnon~ea;Lth

Government,andthenew Patent Act (Law No.29l) was estab­

lished. and. promulgated in 1983. However, since. transient

measures, procedure provisions, and provisions for utility
models are not completed, the law has not gone into effect.

It.s final revision was drafted based on. opinions andre­

quests both domestic and overseas, and it will be-delib­
erated and approved by the National Assembly this. Autumn.

In this opportunity, the highlight of the drafted revision
and problems on new patent system will be discussed here.

2. Highlight of Drafted Revision

Major revised points include transient measures for

the protection of British patentees and patent applicants'
vested rights, the enlargement of the protection of appli­

cants and patentees, and the clarification of the utility·

model system, all of which are preferable revisions.

(1) Transient Measures

(a) British patents which have already been regis­

tered on the enforcement of the new law (includ­
ing European Patents designating the U.K.).

Application filed within one year after the

enforcement of the new law based upon a
British patent registered within two years
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prior to the enforcement of the new law.

(iil Effect

Confirmation type patent under the old law

is granted.

(bl British applications or EllropeanappHcations

designating U.K. pending at British drEuropean

Patent Office when the new law 'is enforced.

(i) Period

Application filedwithindrie year after the

enforcement. Of the new law

(ii) Effect

The data of Btit.ishdtElltopeanapp1'ication

is deemed as the date of application.

(2) PtovisidrisOf 'Prot.ec:tionOfApplicants.Pateiiteesc,,"n·'

(al Introduction of the systemfOt 't.he"divisiOn'and

amendment of applications

(b) switching of butden'of proOf' in :theinftingement

of patents cinManufaeturingmethOds

(c l' Work-ingot inventions by'Governrnentwith'..iiicii'letary

considerations

(a) Subjects of ut±iitY'iriri6vatiOrF
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l?rodllctsandprocesses formanllfacturing such
products whose shapes, structures, arrangements
or constituents are of practicalyalues, and are
domestically novel.

(b) Right and period for the·duration

J::XClusivedght similartOpa.t~nt.r;i.ghtis vested

for 5 years from.the date of grant. EXtension

for 5 years can be made.

lc) Cancellation on non-use

.If the registeredProquct is not manufactured, or
the registered process is not used in the country
within two years from the date of grant, the
right may be cancelled.

3.l?roblems on.New.l?atent .Act.

Although many problems may be solved by the revision,

further;i.mprovement.isdesired .intl\~following.asp~cts:

(I) Foreigners' dghts

The enjoyment of rights by overseas residents should

l:1~.explicitly provided in this . law. (A,ccordingto a

local agen"y, they.haye the rights.)

(2)C9mpulsory licensing to the .Governm~nt (Article.64 a)

Compulsory license to Government should be authorized

only for some limited purposes.

(3) l?rior user's r;i.ght (Article 36)
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The acts of import should also be included in the
cause for prior user's right.

(4) Requirements of compulsory license (Article 49)

The acts of imports should be· regarded working of
invention, as in domestic manufacturing.

(5) Duty of examiners to .observe secrecy

Any person appointed by the Board can be engaged in

examination. Provisions for duty of observing secrecy
should be.includedin the law.

4. Conclusion

The new Patent Act solves pending problems in South­
Eastern Asian countries such as the introduction of the

substance patent system, the switching of burden of pr.oof

and the elimination of imitations through the investigation
and seizure of products of suspect by the authoriti~s, to

protect patentees. Although there are some minor problems

as described above, the early enforcement of the new law is
desired.
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INDIA

In order to review the present patent act, a working group
was corrs t.i.t.ut.ed : in the beginningo.f 1·984. The convener of

the group is Mr. B. Sahay (Jt. Secretary, Dept. of Indus­

trial Development) and the group comprises nine members
selected from various government offices.

The main proposals before the group are:

1. to increase the term of food/drug/medicine pat­
ents to 14·years,

2. to give "product-bY""process" protection to chemi­

cal inventions, and
3. to introduce a two-tier fee system·as in U.S.A.

(small entities and others)

pres~ntlr~the .term of afoed/drug/medicine pa.;entls only

for' five years frolllthe dat.e of sealing of th~p.atent or

se~TnrTa.:rsfr~mtheda~e of the patent (noril\ally the date
of filing of the complete specification), whichever peri.od

is shorter.. ·· Moreover .in the case of· any chemi.<:a.l i.A"

vention,· neither the pr~du<:t:. per ~ claiIlls nor the prod­
uct-by-process claims are allowable. Even if the amendment

to the patent act which will include the main proposals

mentioned above is carried out, it will need for a fairly

long time.
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PHILIPPINES

1. Compulsory License

In Philippines,any person may apply to the Director
for t.he grant ofa license after ..the .expiration.of two­

years from the. date of the grant of the patent. The amend­

ment to the t.erm (that is ,to. shorten two y.ears from three

years) was carried out by Presidential DeoreeNo.. 1263

effective as from January 14, 1978. It is said that

opinions of Philippinepha,rmaceuticllL companies had a great
influence on the amendment. The two year period applies in

all cases .even if an invention patentediswq:rkedor now

worked.

Fr.oml975to the pre>sent.time (July, 1985) •.the number
of applications for the grant of a license isal?out60 and

most of the applications belong to pharmaceutical cases.

2. A single applications for patent of related inventions

made by different. Lnverrcor.s

In ~hillipines, dif~~rent:ly from the U.S.A. '\oihen a
combined invention is made by different inventors; they can

not apply for a patent as a group of inventions .s()~inked

as to form a general inven.t;ive concepc , Also, t~ere is not
trend·of·revisi6n of the patent law along· the ·simiiar line

, , ",' , ".':.., ,,:', ""

in the U.S.A.
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(2) Patents:

THAILAND

1982 1983 1984 1985

4 20 20 9 (Jan.-May.)

45 38 44 5525

1979-'80 1981

The patent office ;has not classified the appli­
cations by technical field but our own analysis
of all pUblished applications for inventions in

1984 show the following distribution:

Note:
Since examination is based on foreign examination
results, patent grant delays as shown above increases

gradually.

Inventions
Designs

(3) Distribution by Field:

1979-'80 1981 1982 1983 1984 1985-

Inventions 323 421 558 832 979 426 (Jan.-May. )

DeSigns 86 89 187 272 312 126

(1) Applications:

2. Statistics of Applications and Patents:

1. Recent Development of Thai Patent Law:

Thai Patent Law came into force in September 1979.

Summary of the patent Law has already been reported in the
previous PIPA meeting in 1984. Since then, as tar as we
know, there are no indications of a revision of the pa.tent

Law and practice.



(a) Chemical and Chemical Engineering --- 292

(b) Mechanical -------------------------- 246

(c) Electrical -------------------------- 17

(d) Computer ---------------------------- 16

(4) Pending Duration:

It takes from ·seven months to two years for a

patent application to be published and then about

one year from the time examination is requested

(after publication date) for the patent to be

granted (assuming evidence of foreign grant is

submitted with the request for examination).

3. Rules of Licensing:

Rules on licensing are expected to be published within
the next six months. Until the licensing regulations are

issued, there is complete freedom for patent and licensing
contracts. Royalties are subject to a 25% withholding tax

but this is limited to 15% under the Double Taxation Treaty

between Thailand and Japan. The rate of royalty for remit­

tance is foreign exchange is sUbject to Bank of Thailand

approval but unless it is unjustifiably high approval is

given.

N.B. Patent Licensing is covered by Section 38 to 41

of the patent law.
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P. 1

TECHNICAL SCOPE OF A PATENTED INVENTION,
THE CLAIM OF WHICH CONTAINS NUMERICAL DEFINITION

Japanese Group, Committee No. 4
SubcOmmittee No. 2

Akira SASAKI, Toshiba Corporation

MasaoSHIMOKOSHI, Ajinomoto Co., Inc.
Masato SUZUKI, Ricoh Co., Ltd.
Nagahisa TANIGUCHI, Mitsuipetrochemical

Industries, LTD.

Abstract

We studied Japanese court decisions. to obtain f Lnd i nq a
on how the boundary of numerical definition is judged in
interpreting the technical scope of a patented invention
the claim of which contains a numerical definition,
particularly on whether the technical scopa: is .
extendable beyond the range of the numerical definition
or not. In interpreting the patent claims, the. ..
decisions applied the principles of considering the
Detailed Description of the Invention (SpeciUcation),
of considering th~ex~~ination procedure 9f the c

Application, and of considering the pulic knowledge.
Concerning the inventions with numerical. definitions
which are of the improvement invention type, these
decisions suggest a higher possibility of strictly
interpreting the range of numerical definition by taking
into consideration the prior art and technical standard
prevailing at the time of filing, but extending the
technical scope beyond the numerical definitions is
inconceivable •. It is expected that t he r e is hardly any
possibility of extended interpretation of the technical
scope by applying the doctrine of equivalency to the
outside of the. scope of numerical definition. Th scope
of numerical'definition is extended by the so-cal ed
margin of numerical errors, or by the very sl ght margin
whichis rounded to a digit of a numerical va ue , if
this was indeed to be called extension.
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P. 2

Introduction

An invention which contains some sort of numerical
definition in its claim is generally called the numerically
defined invention. In the' alleged infringement of such
invention, how much should the defendant's exhibit A deviate
from the numerical definition in order not to be held as an
infringememnt of the invention? In other.words, at what point
of deviation from the numeric definition the right begin to be
regarded as being infringed?

Supposing a patented invention claims "a composition

comprising a polymer and a filler which is 40 - 60% in weight
of the polymer", will a filler 39% in weight be held outside
the scope? What about 39.4% in weight?

We have studied decisions in order to find .answers to
various questions such as: How is the right near the boundary
of the numerical definition judged in the invention?; Does the
technical scope of an invention with the numerical defini tion
extend beyond the range thus. defined?; HOj'lfar beyond the range
of the numerical def initiondoes the right extend , if it does?;

Is there a possibility of the doctrine. of equiv"lents.beil1g
applied to thus extended area? We shall now introduce several

cases.

1. Definition of a ,numerically define.d invention
A numerically defined invehtion iS~ln invention which

pontains some numerical values among components of its claim,
and which usually specifies a range by numerical values. In
order tosimpUf}"t:hedi.scussi.or, we shall deaL only with those
of which claim explicitly contains a>numerical definition, and
exclude those oLwhich claim de f Lnes , f or instanpe, "an

insecticidal composition containing a specific compound" since

insecticidal composition is considered to cover those
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P. 3

containing the specific compound at above a certain percentage.
As numerical values appearing in claims, we can envisage

comparatively simple ones such as those concerning temperature,
pressure, compos Ls t Ion ratio, etcqahd those which somewhat
vary ,depending on'themeasurement conditions· such as thermal
conduction, elasticity, etc.

2.. How the invention with the numerical defihitionwas made
and how to interpret its· technical· scope

Following three reasons are cOnceivable as having caused
the applicants to numerically define their· invent ibn in the
claims.

The r.eason 1 is' applicable to many instances; it
distinguishes the invention Over the prior 'art, demonstrates
its remarkably:better operational>effect, particularly a
criticaL significance in effect, in comparison with the prior
art in order to satisfy the requirement for inventiveness
(Article 29, Para. 2 of the Patent Law).

In this case, interpretation of the numerically defined
range by extending it to the scope of disclosure bf the prior
art should naturally not' be permitted. It should be
interpreted strictly limited to the scope where a distinctive
difference in the operational effect resides compared to the
prior art, and the assertions made by the applicant during the
examination of the application should also be taken into
consideration.

The reason 2 is probably applicable to a less number of
cases; this concerns an invention '. bf which claim contains a
numerical definition because the· inventor filed his application
only for the scope the invention was completed, or the scope of
which effect was>confirl1ledby experiments This'is quite

conceivable in 'countries 'like Japan which adopt the first;"tb'-

incomplete invention rather than "delaying filing tir\dF'allthe
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P. 4

data are obtained. Therefore,they may initially file broad
claims, but subsequently reduce them in scope lacking adequate
suppport py disclosure in the specification. Thus, the claim
patented may contain numerical definitions.

We believe that interpretation of such claim with
numerical definition does not have to be so strict compared to
the reason l.

The reason 3 may be found only in rare cases. Despite
sufficient disclosure in the. specification, an applicant may
have included numerical definition in the claim by error and
voluntarily reduced the scope of his right. An example of this
case is where an applicant specifies the technical field of the
prior art 'in the preamble of a Jepson type claim by numerical
definition and voluntarily narrows down the scope of his right.

It is said .that inventions related to chemical matters
often contain numerical definitions. This is because chemical
inventions are considered to be complete only when supported by
experiments because their remarkable and synergistic effects
are not easily anticipated by the general public and must be
proven by experiments ..

Thus, there are various reasons for introducing
numer ical defini tions. into the claims, and the technical nature
of the numerical values which are thus defined vary in their
relation to the invention. Under such a situation, the
technical scope of such invention must at times be interpreted
on a case-by-case basis.

the court in such decisions <will be ..usefulalso to claims.which
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are clearly written.

1. "Melamine" Case (Toyama District Court Desicion Showa 41

(WA) 30 rendered on September 7, 1970)

The dispute in this case concerned interpreting the

technical scope since its claim lacked description of the upper

limit of temperature, and the temperature of the defendant's

Exhibi t A was judged to be within the scope by taking the

detailed description of the invention into consideraton.

The plaintiff's claim (Japanese Patent Publicaiton No.

26-4374) reads

"a method of producing melamine characterized' in'that

ur'ea and (or) ammonium cyanate and (or) guanylthiourea

and (or) a product of thermal decomposition of theSe

substances are heated to at least 270°C, particularly to

300°C, under the presence of ammonium",

and does not define the upper limit of the reaction

temperature.

The defendant's Exhibit A method employed the

temperature ranging from 390°C to 400°C. The defendant

asserted that the claim language of "to atieast 270°C, more

particularly to 300°C, should be interpr"ted to read'in such a

way that the upper limit thereof would be 350°C at most, and

description elsewhere in the specification of the temperature

above this temperature was irrelevant."

The court found that it was difficult to understand the

claim as containing the upper limit of the temperature from the

claim language alone, and that "it is reasonable to understand

that the maximum temperature is not less than 600°C" by

considering the detailed description of the invention.

Since the claiInin this case defined "not less than

270°C", the higher temperature covered by this would be the

limitless.

Since the claim included a phrase of "more particularly 300°C",
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a question arises whether this should. be considered in

interpreting the upper limit of the temperature. While it is
not known how this "300·C". has come to be included in the
claim, the present practi"e would certainly recommend non~

inclusion in the claims. 'Under the present .law of multiple

claims, ",uch ambiguous language would not be used in the claim.

In .the Detailed Description of thisI"vention, there is
an example .with the range of 30.0 - 500·C and further the

description th~t it is better to operate under the temperature
of about 350 - 600·C. and therefore consideration to the

detailed description of the invention was given the priority.

Without description of .such high temperature, interpretation of

the technical scope of the claim would have been different.

2: "lI.crylamide" Case (Tokyo District Court Decision Showa 44

(WII.) 12615 rendered on May 26, 1976)

The court held that if the reason for including

numerical definition in the claim was to distiguish the
invention from the prior technology (the reason 1), the

r equ irement; for. defining the numer Loa L value cannot be

considered as notimporta"t. The court compared the
defendanj;'s Exhibit A with j;herequirement for numerical

qefinition in. jUdgingwhetherj;he defendant's method belonged

to the technical scope of. the patent. invention or not andvheLd

that .the mode of "17 -lS·C" in the Exhibit A did not fall
subject t() "not. less than 20·C" of. the patented invention.

The plainj;iff's patent right (JapanesePu.blication Silo
35-1229) concerns a mej;hod of. collecting acrylamide from

sulfate ac r y Lami.de , and its claim. contained several conditions
including numerical definition. The dispute in this. case

concer:ned

"
precipitated, a slurry of dissolved acrylamide and
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crystalline ammonium sulfate is obtained, and then thus
precipitated ammonium sulfate is separatedata

temperature of at least ,20°C."
The defendant's .met.hod used the temperature of 17 "'18°C

for separating ammonium sulfate. The plaintiff asserted that

the defendant's method belonged to the technical •scope of the

patent invention since the former employed other important
conditions of ·the ·patent invention even if the separation

temperature used was 17'- 18°C.

The court, on the other hand, did not recognize

difference in importance of the components of the claims, and
took Tn to cons i de r a tion-thepc'oces's in ·wh ich·thepreseritpaten t

invention was made; namely the invention waS based on anew

discovery that the difference between the mutually'saturated
soLutLon of ammonium sulfate and acrylamidebecomes

increasingly remarkable as the temperature rises ab6ve20°C
although there are known many methods of separating two
substances utilizing the difference in solubility. Therefore,

the court recognized the numerical limitation of "at least

20°C" was also a component of the claim having compared the two

inventions stringently.

In the case of an invention which defined the numerical
values in order to overcome the prior art, the possibility of

its technical scope being extended outside the scope thus
defined is quite limited.

3: "Onion Bag" Case

(i) Osaka District Court Decision Showa 50 (WA) 4888

and Showa 50 (WA) 3890 rendered on March 2, 1977
(ii) Osaka High Court Decision Showa 52 (NE) 459

rendered on November 30, 1979

The present case interpreted an ambiguous numerical

Detailed Description of the Invention. The reason why the
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numerical definition is contained in the claim of the present
utility model was for distinguishing the invention from the
conventionally known technology in the course of examination
(The reason l). The present case concerns the litigation for
confirming non-presence of a utility model registration (i) and
its appeal (ii).

The claim of the utility model registration (UM Publin.
Sho 46-~0617owned by the defendant of the first instance
(appellant of the appeal) comprises components (A) through (E)

shown on the left s Lde of the table, while the plaintiff of the
court of the first instance (the appllee of the appeal court)
was manufacturing as the vegetable bags those listed under 1
through 4 in. the catalogue which was cited as the·Exhibit A.

As shown in the Table, the UM claims use ambiguous
words; in (A) "around" 400 d, and (b) "about"420 and (c)
"substantially equal".
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Claim

(A) PGlyethyien~1 monofilament
of around' 40b denir

(B) Circular;kn~±ting machine
of 36 crn:diaketer and
about 420' ne;~~les

(c) ~umbers of w~rps and
wefts per un~t area are
substantially equa~

Catalog 1

300 - 350 d

36 em

260-300 needles

substantially
equa.l

Exhibit A

Catalog 2
(withdrawn Ln appeal)

240 - 300 d

36 cm

260-300 needles

warps~ wefts

Catalog 3

240 - 300 d

36 cm

260-300 needles

warps> wefts

Catalog 4

300 d

36 cm

420 needles

substantially

(D) By broad stitch

I
t;:'
cc
I

(warps
we f t s

pcs/l cm~ .5.5
6

whole stitch

8 ( .4' tWlce as
much)

broad stitch 1:1

; (30% more)

broad stitch 1:1

4
3.5

broad stitch 1:1

(E) To form ~. ne~-like

cyl indrical:~ag

Onion ;'bag:;

Decision by Osak4 District
Court

Decision by Osa1<~j High<Court

-rd i.t t c-'

Vegetable sack

Lacks conditions
(A). (B) & (D)

Those ,with 'condi-
t ion:(A)", and above
320 d fall inside
the techn i ca lcscope

-ditto-

Veget ab Le sack

Lack s vcondi t ions
(A). (B) & (G)

-ditto-

Vegetable sack

Lacks conditions
(A). (B) & (C)

Lacks conditions
(A) & (B)

"';'ditto-

Vegetable sack

Lacks condition
(A)

Lacks condition
(A)

""_____~_.L- __,__,-~-'-~--------__---~------------~~~----'"

,:;""'"., ."

m:
II:,
I'r
L
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The lower court (Osaka District Court) attached
importance to the fact that this definition of "around 400

denir" was added during examination for overcoming the prior
art, and therefore the word "around" should automatically be

understood in its narrow sense. The court held that it was
added with an intent to designate those "within 10% above and

below". Therefore, "around 400 denir" was deemed to mean the

range of 400 ± 40 d, and the vegetable bags of Exhibit A were
all held to be outside the scope. Similarly, 10% margin above
and below .the component (B) of "around 36 cm" and "about 420

needles" were recognized in rendering judgments shown in the

table.

The appellate court (Osaka High Court), on the other

hand, took the Detailed Description of the Invention into

consideration in interpreting "around 400 denirs" which

mentioned that threads of 480 denirs and 300 den i r s were
economically disadvantageous, and held that 20% above and below

the figure, or .400 ± 80 denirs, were within the scope, holding

those above 320 denirs of Exhibit A in Catalog 1 to be within
the"technical scope.

As mentioned above, although the present patent concerns
an invention with numerical definition, its numerical

definition is quite ambiguous, and the Court was compelled to

set the range of 10 or 20% of the figure quoted. That is,

hpwever,anisolated·case not applicable to the"ordin~ry type
of inventions with clear-cut numerical defini t i on,

4: "Vinyl Polymer" Case

(i) Tokyo District Court Decision Showa 47 (WA) 4205

on November 16, 1979

(iiJ Tokyo High cour.t Decision Shpwa 54 (NE) 2813

rendered ond July 16, 1984

resin (Japanese Patent Publication Sho
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41-16185), and more par.t l.cuLar Ly it concerns a method of
manufacturing aromatic vinyl polymer compos I tion having high
impact resistance obtained by polymedzingmonovinyl aromatic
monomer under the' presence of 1,4~polybutadieneof 1 to 20% in
weight of the total polymer,' said 1,4~polybutadiene being 1,4­
polybutadiene containing at least 25% but less than 90% of <cis,
and "less than 10% vinyl".

The specification,howeveridoes not describe
quantitative analysis of vinyl content.

The plaintiff (patentee) asserted th~tthe vinyl content
in this case was not a figure defined in relation to any
specifIc analytical method and thaf any method could be

employed so Lonq as it was an objectively accurate method{'and
also that since the vinylcontent.in polybutadiene of the
defendant's Exhibit A was 8.7% when analyzed by'NMR,<the
defendant's Exhibit A infringed'theirright.

The. defendant (party practicing the ExhibitA)'asserted
that those skilled in the art at the time of filing would' have

to select polybutadiene which meets' the ,. numerical definition of
the present invention Lf: they were. t o practice the present'
Lnventiorr, . Therefore, the analytical met hodrfor i.v LnyL cont-ent;
in the pr.esen t : case had 'to be inf rar ed spectrophotometer which
those skilled in the art usually'employed,at the time of'

filing, the vinyl content analyzed by an infrared
spectrophotometer was 11. 4%, and therefore this .di.d not'
constitute an infringement.

They further asserted that the reason why the· vinyl
content was limited to less than 10% in the claim was because

polybutadiene with 8.9 - 16% vinyl content (Italiah Patent No.
592477) or that with 10n~ 13;6% (UK Patent No: 817693) was
already known before filing of this patent. Thetefore, the'

applicant separated many knownpolybutadienes with proximate

than 10% vinyl 'content and.requried'the use of one of the
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groups to emphasize the difference from the prior patents cited
during examination. The defendant asserted that the
plaintiff's. allegation that the numerical de·finition for the
vinyl content was not related to any specific analytical method
should be rejected in vie~ of how the present patent became
granted.

The court of the first instance (Tokyo District Court)
considered the publicly known technology at the time of filing,
and held that "the vinyl content of less than 10% should be
understood as being numerical value based on a specific
analytical method", that the analytical method "should be
understood as being an ordinary method easily employable by

those skilled in the art at the time of filing" i that therefore
it had to.be the infrared spectrophotometry, qnd consequently

there was no infringement.
The appellate.court(Tokyo High Court) rendered the

decision substantially the same as that of the lower court and
.further recognized that "since there was no method of
objectively determining the vinyl content at the time of
filing, there is. no means to determine 10%·. in the patent
invention which did·not evenmention·what measurement method
was. employed to achieve the 10% content, and therefore the
presentinv.entionwas an: impracticable invention and not
qualified to exercise its right", thus rendering a severe
judgment on the patentee.

5: "Sorbic Acid" Case
Kobe District Court Itarni Branch Decision Sh6wa 54 (WA) 33

rendered on March 19, 1981

The present patent related to a preservative for fish
paste products (Japanese Patent Publication Sho 45-14104), and

its claim read "sorbic acid preservative for use in fish paste

diameter coated wi thacoating agent of more than 1. 5 times in
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volume of which main ingredient is a stiffening agent having
the melting point of 40 to 90·C."

The defendant's Exhibit A is "coated with a coating
agent in an amount equal to sorbic acid", and the defendant's
product contains less than 10% of particles which contains a
coating agent in an amount 1.5 "times more than sorbic acid.

The plaintiff (patentee) asserted that the present
invention 'concerned "a thing 11', and the expression of "coated"

is directed to the particle structure of the product, "coating
agent in an amount of more than 1.5 times" means "content" in
the product, further that "the content of 1.5 times" does not
necessari~y mean that it should never be less than that am9unt,

and the defendant's Exhibit A method simply replaced the
requirement of "more than' 1. 5times" with "equal amount" which

is of a relatively less importance in view of the operational
effect; and the plaintiff further asserted that the product
having 1.5: 1 ratio and the product having 1:1 ratio of raw
materials are substantially the same in operational effects
aimed by the·present invention and falls within the scope of

equivalency.

The defendant, on the other hand, asserted that the
limitation of "loS times" was added during the appeal trial in

order to overcome the final rejection and the patentee stated
in their "argument" during examination that the requirement of
"1.5 times" was to be understood as indicating the amount of
coating agent used, and therefore the technical scope should be
recognized by taking into consideration the examination of the
appLi.ca t i on ,

The court considered the Detailed Description of the
Invention and the examination procedure (the argument), held
that "more than 1.5 times" was the amount actually used, and
further held that the· amount of coating agent which was equal

it did not belong to theof the present patent, and
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technical scope. In view of popular, demand for, decreasing .use

of coating aqent.s in the fish paste products, to def Lne the

amount of coating ,agent to "equ/ll/lmount" ,wa,s held to have the

technical signif.icance, ,thus r"j"ctingthe asse r t Lon of

incomplete use and the doc'trine of equivalents.

6: "Diamond Synthesis Method" ~/lSe

Tokyo District Court Decision showa 45 (W~) 4,28

Showa 48 (W~) 1538

Showa 48 (WA) 6965 (COu~ter~claim)

In the present case, the reason for numerically defining

the pressure range in the claim was not for overcoming the,

prior art. In defining the numerical vaLue of. ,"at least about

75,000 atmospheric pressure", the terI1l "about" was interpreted

to meiln the significant digits and the equivalent range

obtained by r ound Lnq off.

The portion relevant to the numerical definition of the

pressure range is introduced below.

The claim (Patent Publ.n , sho 37-8358) of the patentee

(plaintiff) reads

"A method of synthesi2:i llg d i amond characterized in that

a carbonaceous substilnce ill,exposed to at least about

75,000 atm and about 1200 - 2000°C in the presence of a

catalyst selected from metals such as Lron, cobalt,

nickel ••••• and in the diamond forming reg~on, and

collecting the formed di/lmond is COllected". The

defendant as ser t ed .that t hey employed the pressure

conditions of 69,000 to 72,000 atm. The plaintiff then

asserted that "at ],e"st about 75,000" as used in the

daim allowed ± 10~margin forth,e pressure in view of

the technical .s t andard cpreva i.Linq at the time of fil)ng,

and therefore the pressure .ranqad fr:omJ7, 5.00 to 82 ,500

The measurement of "uch
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ment Ioned in.the spec ifLca t Lon of the. pr esent; patent, relative
to changes; in the electronic res;is;tance of s;ome elements;. as;
publis;hed by P. W. Bridgeman. This; Bridgeman s;cale determines;
barium t r ans i t Lon point at 80,000 kg/cm2 (77 ,400 a tm) , ·and
computes; the. pr essure from this; relation.

The defendant, . on the .otherhand, aaaer t ed that'the
values; of. press;urein the s;pecificationare bas;ed on the
minimum unit of 1,000 atm and on.thepremis;e that the minimum
difference of 1,000 a~mis; readable, and further that s;incethe
s;pecification.of the related patent filed on the s;ame date as;

the plaintiff's; patent gives; s;imilar pres;s;ure indication and· is;
based on the pr em i se that the minimum of 500 atm Ls: readable,
thepres;ehtpatent s;houldbe interpreted as; being capable of
reading the minimum diU.erence of ·500 atm.

The court ;interpreted the term "about" as; used in the
numerical deIini tion in the following manner. Sincethe lower
limit for pressur e is; explicitly given by· "at Least''", >th.e
margin of "about"s;hould be interpreted s;trictlys;oas; not to
dis;rupt the intent of "at leas;t". Therefore, it is;. unders;tood
that "about 7S,000atm" has;~he margin for the figures; which
becomes; 75,000 by rounding. The s Iqn.i.f Lcant; digits; for
numerical values; s;hould be determined rationally bas;edon· the
whole of .the specLfLca t Lon , and in the' preaerrtvc a'se; the
minimum. order uni tof 1000 atm is; s LqnLficarrt digits; •.• Basedvon
the above· recognition,"about 7S,00()atm" means; a figure which
becomes;7S,00P bY rounding in the order of 100 atm, or' from'
74,500 atm to 75,600 atm, or "74,500 atm or more" as; mentioned
in the claim. Thus;, the defendant's; method was; deemed to be
outs;ide the technical s;cope of the patent invention.

Arguments; on numerical definition other than that
explained above was; als;o exchanged in the pres;ent cas;e, but its;
conclus;ion was; reas;onable having adopted the s;ignificant digits;

us;ed or not, it is; highly pos;s;ible that the s;ignificant digits;
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4. Conclusion
In interpreting the·technical scope of a patent

invention which includes numerical definition, the usual
standards for interpreting the technical scope of patent
inventions are naturally applied; that is in addition to the
standards of relying on the patent claims, there will be
applied the principles of considering the specification, of the
examination procedure of the application, and of the publicly
known f·ac t s,

Concerning the inventions with numerical definitions
which are.of the improvement invention type, possibility of
considering the presence of the prior art and the technical
standard at the time of filing and of strictly interpreting the·

scope of the numerical definition is quite high, and in such a
omoc as e it is inconceivable to extend the technical scope outside

the numer ical definition.
Even in the other cases, possibility of applying the

doctrine of equivalents outside the range of numerical
definitions, extending and interpreting the technical scope is
hardly expecced , The· range of numerical definitions is
extended to the so__called errors in the numerical values or the

slight margin which becomes equal to the significant digit of
·the numerical value when applied ·to the rounding up of the

figures.

ofa value is rationally induced and similar interpretation

made.
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been handed down yet by.theSupremeCourt on
Patent infringement suits tend to increase with
of the number of patent applications filed.

H. Kaneko, TeijinLtd.
N. Kyomoto, NEC Corp.
S. Yanagihara, Fujikura Ltd.
Speaker: O. Sato, Sekisui Chemical co,',

Ltd.

Japanese Group, Committee No. 4
Subcommittee No. I

As a result of the recent increase in the number of
patent applications filed, patent infringement suits
have also been increasing. While the doctrine of
equivalents is claimed in quite a number of such suits,
there are hardly any recent decisions in the lower
courtswhi.ch approved the infringementtlased on
equivalency. We have therefore studied those court
decisiqns in patent infringement suits. Our study
revealed the. following tendency In interprettng. the
patent scope. (i) In determining whether anaccused
device orcomposi tion infringes a valid patent, .. ­
overwhelming numbe.rof cases cons t rued the matter .
following the words of claim.as provided in Article 70
of the Patent Law. (ii) There are a large number of
cases .Where. "the object of the Lnven tIon" . and
"operational effects" as described in the specification
barred assertion of the doctrine ofequivaler'ts, thereby
limiting the. paten.t scope.

RECENT COURT DECISIONS IN JAPAN RELATING TO DOCTRINE OF
EQUIVALENTS

Introduction

The history of the doctrine of quivalents in Japan
is still very young compared to its counterpart in the u.S.
For this reason, only a limited number ofdE!<::isionshave

decision has
that issue.
the increase
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Although t.he doct.rine of equivalel1t.s was.claimEldinl1\any.
cases among t.hose sut.is, hardly any of t.he recent. decisions
in t.he lower court.s approved t.he infringement. based on t.he
reason of equivalency.

Conceivable reasons for t.his arE!:
(i) Defendant. t.ends t.o set.t.le t.h~ mat.t.er or obt.ains a
license if he is likely t.o lose, and t.he litigat.ion vElry
rarely reaches t.he final st.agEl of the decision:

(ii) Japanese pat.ent.smainly concern improvement.s and

t.here are. very few p Ioneer vpat.ent.", t.hus limi ting t.he room
where t.he doct.rine of equivalent.s may be applied.

This paper will mainly be devoted to discussing the

st.at.us quo 9f applicat.ion of t.he doct.rine of equivalent.s ill
Japan t.hrough a comparison of some court. decisions in bot.h
Japan and t.he U.S.

1. Grounds for Doct.rine of Equivalent.s
- Grounds for which eqUivalency is approved in

infringement. suUs
Although -no decision has been handed down byt.i1e

Supreme Court. concerning .the doc t ri.ne of ",quivalent.s in
Japan,t.here area. number of decisions in t.he lower court.s
which referred t.o t.his dootiorLne , Accordingt.o. t.hese

decisions ,the~ourt.affirmst.hedoc t r i rie per se , and ci t.es
subst.ant.ially t he .same requirement.sfor adopting t.hi s
doct.rine except. for slight. differences in expressions used.
However, t.here are hardly any judgment.s which held t.he
accused device or composition as "being an infringement:· of

what. has been claimed because of it.s equivalency t.o an
obj ect ior met.hod.

we shall !lOW Lrrt roduce a famous decision whi.ch
referredt.o the basis oft.he doctrine ofequivalellts in

"Anequ i.valent.obj ect.or met.hod of a pa t.ent.ecf
invention is gener"'lly held as"'Il\odeof
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infringement for said patent mainly becaliseofthe
following <reason. The patent system aims at
protecting and utilizing the creative achievement
made by an inventor by giving him an exClusive right
to the technology published as "the compensation" for
disclosing new technology to the public, thereby to
contribute to the development of the industry.
Therefore, the scope of protection afforded by the
patent right should coincide with the scope of
technology published. The public desClosure of the
technology under the patent system is made in the
patent spec i'f.ication,. : and in prticular:in the-:scope--"

of patent claims, and this is the> reason why Arficile
70 of the Patent Law defines that "The technical
scope of a patented invention shall be determined on
the basis of the description in the scope of demand
for patent in the specification attached to the
application document." Therefore, the scope of
protection afforded by the patent right is limited
to the technical thought clearly described in the
patent claims and does not extend beyond this scope

as a rule.
However, the description in the patent claim

is not· always accurately and completely wei ttenand
it is clear in the light of the provision of Article
36, Para. 4 of the Patent Law that the disClosure of
the invention in"the patent Specification is made
not to the general public but to those having the
ordinary skill in the technical field to which the
invention belongs. Thus, even though the technicai
thought no t :clearly. described. in"·"the Scope of "Patent
Claim should beconstrued"as falling"subject to

disclosed to the pUblic, so 16ng asit'can·be easily
jUdged as clearlyandundoubtedlycontail1ed·irithe

-443-
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specification by those with an expertise and
knowledge in the art as a result of having
reasonably understood the whole specification in the
light of the prior technology which was publicly
known at the time·of filing of the subject patent.
For this reason, protection by the patent right is
held extendable to the equi~alent object and/or
method.

("Polyester" Case; Osaka District Court Showa 37 (WA) 130)

The doctrine of equivalents in Japan intends to
complement slight errors in preparation of the
specification and determine the substantial scope of the
claims. (1). Therefore, the doctrine of equivalents is not a

technique fori!xpandingthe content. of the patent invention
by posterior interpretation, but is an empirical rule to
deduce the technical thought which already resides in the
invention through the expressions used in the claim.• (2)

2. ·Requirements for Finding of Equivalents
'l'he doctrine of equivalents is a leg",l concept for

determining an object as falling within the prot.ec t.i ve
scope of.tlle patent by.evaluating the object as
substantially the same as the invention recited in the
claim even when the .elements.of the object differ in claim
language from the .elements of the patent claim.· Therefore,
the doctrine of equivalents on one hand assures the
protection of the patentee, and yet if the range of
equivalents were expanded too much, it may create
difficulties for the third parties in anticipating the
scope of patent claim, and consequently may llamper the
legal stability. Therefore, it is necessary to precisely

equivalents to the patent infringement litigation and to

decide tllematter13 with prudence weighing the meriJ:sof the
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patentee against the merits of the third parties in the
event the ~octorine is actually applied. (1)

We shall now discuss a few examples of well-known
decisions which discussed conditions·for applying the
doctrine of equivalents.
a) "Polystyrol" Case; Osaka District Court Decision dated
May 4, 1061

The.doctrine of·equivalent object or method is a
concept which acknowledges the identicalness· with
the patent invention when an object or method has
the aame i Eunot.Lona wi ch the technical'elements' of

the patented invention and generates the identical
operational effect if the two are replaced, Le.,
the replaceability, and when this is easily
surmisable by those having the average skill in the
.ar t at the time of filing fo the pa t en tvappLica t.Lon ,

b) "Polyester" Case; Osaka District Court Decision dated
October 24, 1967

"It is reasonable to understand the equivalent
method of the·patent invention not as.amethod of
using substantially identical (substantially the
same) raw material, performing the identical method,
and forming a substantially identical object
(totally equal in its effects) as asserted by the
plaintiff, but as a method which -has the same
functions as the technical elements·ofthepatented
invention as viewed from the technical thought of

·the patented invention, generates the identical
operational effects if replaced {replaceability},
and this is easily surmisable by those having the

at
of filing of the patent application {or ·atthe tiJlle
of the original filing for which the convention
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claim Ls made) •

The same kind of definitions a~e ~epeatedly found in many
othe~ decisions. (2)

We shall now summad.ze the conditions f c r holding
the doct~ine of equivalents as shown in the above
decLs Lcns ,

(1) The elements or ingredients of .the accused
device have the same function as those of the element of
the patent claim. and the. accused device demonstrates the
same effects as the patented invention, or in other words,
it opera.tes in the same way to achieve the same result.
(possibility of interchange).

(2) The accused device is such that said
possibili ty of' interchange was easily surmisable or could
be al1ticipatedby any person having common knowledge in the
technical field to which such invention belongs at the time
of filing (or of the convention date) • (Easiness of

interchange~ability)•

To discuss chese points in further detail,
i) Possibility of Interchange or Substitution

This requirement is.for comparing.thepatented
invention with the accused .device to verify the identity of
the effects. What this requirement means is quite close to
the Graver tank test. (Thea.ccused device or activities

use substantially the same means which operates in
substantially the sall1e way to achieve sUbstantially the
same result). It is our impression., however, that the
Japanese court seems to be extremely strict in recognizing
this requirement. The reason is given below. Article 36,

Para.4ofthe JapiinesePatent law defines that "In the

cons.truc t Ion .ofthe invention described. in .the
specificaj:ionshiill be described." Therefore, the
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interpretation at the court attaches a similar, if not
Las s , importancetoj udgment of the 'construction or
structure and the identity in effect. Therefore, in the
case where the difference in the construction or structure
of the two objects is comparatively large, the court tends
to jUdge that "the effect cannot be the element of the
patent claim" or "the patent is not granted on the effect
per se" (3) even if theplainfiff asserted that t he effects
were' the same.

ii) Easiness of Interchange-ability
According to the interpretation in Japan; the'scop'e

of the patent is held not to'extend to matters beyond those
disclosed in the patent documerrt , Thus, in oider to
successfully assert that Exhibit A is equivalent to the
patent invention, it is necessary for Exhibit A to be in a
status equal to a disclosure in the patent text. (4) In
other words, th'e patent text should read in such a way that
Exhibit A also achieves the same purpose as the patent
invention with an equ i va.Lerit; means and that it is pl.a nly
understandable fora person skilled in the art withh s/hlOr
common knowledge and ability that Exhibit A achieves
substantially the same results as that claimed. (5) A
condition to test if the invention is in such a state or
not is this easiness of interchange-ability. This is quite
close to a U.S. decision described below.

"Equivalency is established where a person
reasonably skilled ,in the art would have known of

the interchange-ability of an ingredient not
disclosed in t:lie patent with one that >las disclosed.
(Lockheed Air Corp; v. United States,190U.S.P;Q.
134, l46(Ct:. C. 1976).

(iii) When is Eguivalency Measured?
EquivalenCY is measuied on the patent. filing date a';
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commonLy discussed by the decisions mentioned above. There
is a view that an equivalency should be. acknowledged if the
condition for interchange-ability is met at the time the
infringement activity was started. (6) The reason given is
that "if the patent filing d"te was alwiilYs used as the
standard, the infringer could be allowed to.easily copy an
inventive concept by employing the equivalents based on the
technology which developed subsequently."

However, the Japanese Patent Law adopted the first­
to-file system under which the patent invention is
determined with respect to the state of the art as it

existed on the patent filing date. Therefore.,. the concept
that the filing date should be made the basis as mentioned
in the above decision is reasonable.(7} Regarding this

point, a US decision states that "Equiyalency would be
measured at least with respect to the state of the art a$
it existed on the patent issue date,rather than "nits
filing date". (S) {Laser Alignment, Inc. V. Woodruff Sons,
Inc. 491 F. 2nd 866,873,180 U.S.P.Q. 609, 613 (7th Cir.
1974)} This sounds quite.different .from Japan. In its
recent .decision in the Atlas Power case, the C.A.F.C.
stated that "It .Ls not" requirement of equ LvaLency ,
however, that thos.e skilled in the art know of the
equivalence when the patent application is filed or the
patent issues. That question. is determined as of the time
infringement takes place." . In Hughes Aircraft Co. v ,

United States,717 F. 2d135l, 1365., 219USPQ473, 483

(Fed. Cir •. 1983) ,this court held that devices changing the
patented invention .with adv.ances developed subsequent to
the patent could infringe under the doctrine of
equiv.alents. See also American Hosp , Supply Corp.y.
Travenol Labs., Inc., 745 F. 2d 1,9, 223 USPQ 577, ..583

established in Japan. We believe that such an expansIon is
likely to create uncertainty in <the future indeterminig

the scope of patent claims.
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3. Recent Decisions concerning the Doctrine of Equivalents

We shall now summarize very recent decisions
concerning the doctrine of equivalents and examine the
trend.

No.1: "Decoration for Doorknob" Case (Tokyo District
Court Decision Showa 54 (WA) 11214 rendered on July 16th,
1983)

(Summary of Invention)
A piece of pouch-shaped, fabric decoration for

placing over the doorknob claiming as one of the elements
of the"inventi<Hl !!afeature-'cornpr ising foamed urethane
sheet which can cover the whole of doorknob is fixedly

joined to the fabric" at the bottom of the pouch.
(Accuseddevi'ce)

The size of the foamed urethane sheet is such that
it covers only the front of doorknob, and the foamed
urethane sheet is not fixed to the fabric.
(Decision)

It was found that "the accused device was not
equivalent to that claimed because it could not achieve the
same result". The decision thus denied the intechange­
ability because of the difference in part of the effect.

No 2: "Mud Scraper Device for Automobile Wheels" Case
(Tokyo District Court Decision Showa 56 (WA)· 13922 rendered
on March 28th, 1983)

(Summary of Invention)
A device provided with a pair of rotating rolls for

removing mud which had adhered to the automobile wheels
claiming as one element of the invention "provision ofa
plural number of spiral projecting grooves" for

(Accused Device)
The projecting grooves are not in spiral, but in zig

zag.
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(Decision)

"While the accused device is capable of achieving

the result of scraping mud, it does not perform the effect
of discharging thus scraped mud outside the device.
Therefore, the two differ 'in effect. Referring to the
detailed description of the invention, the plaintiff

plainly employed the spiral projecting grooves in. order to
discharge the scraped mud toward ·the axial direction of the
rolls. Since the patent was granted upon emphais of such

an effect, it is not permissible to discuss the
identicalness of the operational effec:t by disregarding

this effect, and therefore the aeser t ron by plaintiff of

equivalency cannot be adopted."

No.3: "A Device for Generating White Smoke Using Dry Ice"

Case (Tokyo District Court, Showa 5.6 (WA) 11949 decided on
March 28, 1983)
(Summary of Invention).

The invention concerns a device for generating white

smoke out of dry ice on a stage in the theater, and
comprises pouring tepid water over dry ice in an enclosed

tank and "connecting a plurality of. "lhite smoke guide
pipes" in order to guide the generated white smoke

upwardly.

(Accused device)

The accused device employ ·"a lid on which a

plurality of small holes are bored" in plac:e.of a. plurality

of white smoke guide pipes.

(Decision)
The doctrine of equivalents was denied because the

two inventions were ocnstructed differently and because
many of the invention were emphasized in the
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No.4: "Plastic Wheels" Case (Osaka District Court Showa

56 (WA) 1573 handed down on April 27th, 1983)
(Summary of Invention)

The invention concerns plastic wheels suitable for a
handcart comprising nylon wheels moulded with polyurethane
rings on outside, said polyurethane rings having a

projecting groove on the inside thereof. The patent_"g].j!i!!!IL __~ _
as one of elements "holes bored inteJ:IlIittently" on the side

of the projecting groove.

(Accused Device)
The accused device has no throughholes

intermittently bored 'on said projecting groove, but t he r'e

are formed intermittently recesses on the side surface of

the projecting grooves.
(Decision)

When the invention is construed in the light of the"

specification, nylon wheels are joined together on both

sides of the throughholes to thereby enhance the fusion
effect of the nylon wheels and the polyurethane rings.

Since the accused device does not achieve such effect, it
is not possible to regard the defendant's object as

equivalent to the present invention even when the two

inventions achieve effects overlapping in part.

No.5: "Tires for Children's vehicles" case (Osaka

District Court Showa 50 (WA) 3925 rendered on OcL3l,

1980)
(Summary of Invention)

A method of manufagturing foamed plastic tires fbr
children's vehicles using copolymers of ethylene vinyl
acetateasa main" ingredient "and adding foaming agent, a

bridging agent, etc. to mold the resulting mixture into a
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EVA;,",-- CH2 - CH2 - yH - CH2

o
I
C = 0

CH3
(Accuped product)

It used terpolymer of ethylene propyrene (EPDM) as a
main ingredient in place of EVA wherein

EPDM; ~CH2 - CH2 - CH - CH2

tH3
(Decision)

There was no dispute between the parties concerning
the possibility of. interchange, but; the dispute was mainly
on the easiness of interchange. The Courtde.cided .that the
technology concerned was such that "the result was unknown

unless you actually made it" in the macropolymeric
chemistry and therefore it was not necessarily true to
describe it as easily s~rmisable.

No. 18: "Inorganic Fiber Insulating Material"Case
(Fukushima District Court Showa 57 (WAJ 166 held on April
26th, 1984)
(Summary of Invention)

A vinyl chloride plastic sheet embosseed on its
surface is adhered to one surface of the inorganic fiber
heat insulating material, and the claim recites that this
vinyl chlor ide sheet .is "norr-porouav,
(Accused structure)

Vinyl chloride sheet is not "non-porous", but has

numerousmicropores.
(Decision)

The decision recognized the plaintiff's assertion of
the doctrine .of equivalents .and dec Lded there was an
infringel)lent;

1) When a product of a third party is such that (1)
the product is based on the same technical thought
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as the invention of the utility model, (2) it is
extremely easy for those skilled in the art to
eliminate component(s) of the product which is. less
important or replace component(s) with other
structure(s), (3) effect of this elimination or
replacement does not bring out any notable effect
but achieves a result clearly inferior to such a
degree that the third party having made the
elimination or replacement can be readily recognized

as having resorted to technically inferior means in
order to avoid the patent claim of which he was
aware, and (4) despite such inferior adaptation, the

product still achieves special operational effect
which said patent invention aims at.

4. Two Approaches in Approval of the Doctrine of
Equivalents

Japanese decision related to the doctrine of
equivalents·may roughly be divided into two different
categories concerning their approaches. One interprets the
matter based on the prerequisite that all the elements
recited in the claims are equal in weight, and the other
interprets the matter based on the prerequisite that
elements recited in the claims automatically vary in
weight.

(I) All Elements are Equal Weight Approach
Since Article 36-5 of the Patent Law defines that

"In the scope of demand for patent, only the matters
indispensable to the construction of the invention
described in the detailed description of the invention

concept that all the elements in the claims areesseritial
componeritsoftheirivention. In other words, the elements
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of the patent claim are not judged by dividing them into

those which are important and those which are not so

important. This approach judges the weight of every

element as equal to each "ther. This means th<lt no perusal
or judgment is made on WhlChof the components of the
invention, really contains the part which was created by the

inventor or the essence of the invention. The decisions
based on such approach are often found among those rendered
by Tokyo District Court(l).

there would
Therefoxe. it is

to judge whether
interpretation of the claim.

comparatively easy for ~nyone

(II) All Elements are Non~egual Weight Approach

This approach divides the invention i~to the

essential part and the non-essential part by reviewing all

the elements of the patent claim and how these elements are

combined together in the light of the patent text, the
technical standard prevailing at the time of filin9 and the
file wrapper, etc. Although it does not recognize
equivalency in the essential part of the invention (2) , it

recognizes the same in the non-essential part. but o~ly in
the instance where certain requirements as explained before

are satisfied in the light of the inventive height of the

essential part and illegality of the infringement act, etc.

The reason why equivalency is not; r,ecognized in respect of
the essential part of the invention is given as "it is not

reasonable to protect the patented invention by judging an

invention of which essence is based on the different

technical theory as identical to the former. This would
excessively invade the free zone left, to third parties". (3)
Decisions based ,on such approaches are often found among

those rendered by the Osaka Distr,ict Court.
Following may be concludedregardi~g the decisions

based on these two different approaches: The former
the
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exist an infringement or not if he were to read the claim,
and is excellent in legal stability. This would enable, as

a consequence, third parties to easily jUdge if they are
infringing or not and also to fully copy the essenCe of the
patented invention and come up with unauthorized product
which adroitly interchanges the non-essential part with·

other element, thereby rendering protection of the patented

invention incomplete. Regrettably, overwhelming number of
the Japanese decisions are based on this approach. The

latter method of interpretation may be described as being

based on the full realization of how the infringement act

is committed and yet not invading the free zone left to the
third parties(4). To wit,the easiest way of copying is to

copy the essence of the invention and to adroitly

interchange the non-essential part with other element, and
the second method of interpretation seems to be effective

for protecting patented inventions from such typical deed
of copying.

5. Conclusion
The recent Japanese decisions hav·eclarif ied . the

following points:

(i) The doctrine of equivalents perse has been supported
by many decisions and is firmly established in Japan.

However, there are no recent cases which apprpoved the
equivalency because.ofthestrict interpretation of· the

conditions for the doctrine of equivalents.
(ii) The way of thinking that the protection of patented
invention extends only to the scope clearly described in

the specification is prevalent in Japan (the doctrine of

recognizing the limits). Therefore, the trend is that no
equivalency is approved in the absence of "suggestions

technology is also included.
(iii) The range of equivalents in Japan is v.erynarrow.
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In order to obtain sufficient patent protection and cover
the periphery of the technology, it is unavoidably
necessary to file many patent and utility model
applications.

Notes:

1. (1) Masanari OHBA: Fundamental problems of industrial
property rights (The Matter of Equivalency in Patent

Infringemnt Litigation); p. 410 (in Japanese)
(2) -ditto-

Patent Law Seminar, .Jurist No. 294, p •.64 (in

Japanese)

2. (1) Kouich MIZUTA: Study on patent infringemnt decisions

(Conditions for Applying the Docrine of Equivalent!;)

p. 374 (in Japanese)

(2) "Spiral ring"; .Osaka District Court Decision dated
May 23, 1961.

"Velcro Fastener"; Osaka High Court Decision dated
June 26, 1972.

(J) Etsuji OTANI: Recent trend in interpretation of
rights in Japan; Patent Management, Vol. 29, No.7,
p. 802 (in Japaense)

"Dev.icefor Mounting Ski Hanger Tightening Rings to

Automobiles"; Tokyo District Court Decision Showa 48

(WA) 9982 dated June 16, 1976

"Deordorizing the Incinerating Furnace" case; Tokyo

District Court Decision Showa.48 (WA) 6031 dated

July 7, 1975.
(4) Fumio UMASE:Doctorineof equivalents; Patent

Management Vol. 33 (1973) ,No.4, p. 444 (in
Japanese)

(5) -ditto-

Property Rights Law (Problems in the Patent

Infringement Case onPolyester)p. 135 (in Japanese)
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(7) Shigetoshi MATSUMOTO: Annotated Patent Law (Vol. 1)

p. 532 (in Japanese)

(8) Peter D. ROSENBORG: Patent Law Fundamentals §17.07
(1) pp. 17 - 38

4: (1) Etsuj iKOTANI: "Recent trend in interpretation
of scope of right in Japan" Patent Management, Vol.

29, No.7, p. 802 (in Japanese)

*"Device for Supplying Carbon Dioxide for Raising

Plants"; Tokyo District Court Decision Showa 50 (WA)
3731 dated April 27, 1977.

"Since the matters described in the scope of patent

claim are indispensable for construction of the

invention (Article 36, Para. 5 of the Patent Law),

it is not possible to say that the air stirring
blades as described in the scope of patent claim of

the present invention are not essential to the
present invention or that they are an add i t LonaL
matter thereto, therefore the presence thereof

should be described as essential to the present

invention" .
*"Automobile for Drying"; Tokyo District Court

Decision No. Showa 49 (wa) 3398 dated October 27,

1976.

"The plaintiff asserts that the shield plate in the

Exhibit A invention is not essential as compared to

the rest of. the components of .the invention, and
therefore the defendant's product lacking the same

would satisfy the construction requirementD of the

Exhibit A invention. However, since the matters
recited in the scope of patent claim are essential
to the construction of the invention (Article 36-5

of the Patent Law), the assertion that this
:,.. ". ::".. .

particular element can be dispensed with despite its

recital in the scope of patent claim is
contradictory in itself, and cannot be adopted.
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(2) the same as above

*"Door frame"; Osaka District Court Decision No.

Showa 49 (WA) 1224 dated June 20, 1975.

"According to the description of "the detailed
description of the invention", the essence of the

present invention lies in selecting and using
synthetic fiber as the material for the vertical and

horizontal frames by noting the advantages of

synthetic resin as described in the Detailed

Description of the Invention, and the construction

of the invention can only be interpreted as having

followed the technology existing previously.

Then, allowing that substantially the same operation

effects are .achieved by the use of, for instance,
aluminium materials for vertical and horizontal

frames instead of synthetic resin as used in the
present invention, the use of synthetic resin as the

material comprises the essence of the present
invention and therefore assertion of the equivalency

regarding the essence of the invention is not
permissible".

(3) "Mechanical Pencil"; Osaka District Court
Decision No. Showa 48 (WA) 3156 dated January 30,

1976
(4) Etsuji KOTANI: "Recent trend in Lnt.erpre ta t ion

of the scope of right in Japan" patent Management;

Vol. 29, No.7 p , 811 (in Jap,mese).
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DOCTRINE OF EQUIVALENTS IN INFRINGEMENT PROCEEDINGS
AND THE SIGNIFICANCE OF NUMERICAL LIMITATIONS

This paper is a sequel to Mr. Hawley's paper
entitled "Numerical Limitations in U.S. Patent Claims."
While Mr. Hawley's paper deals with the patent procurement

aspects of claims with numerical limitations and reviews
the. dd f f er en t rationales for including such limitations in

claims, this paper deals with the enforcement aspect,
viz., how the courts view such limitations in deciding the

issue of patent infringement,
In the often-cited Graver Tank' case, the U.S.

Supreme Court gave its blessing to the use of the
"doc t r i.na of equivalents"asan a Lternat Lve means for

.establishing patent infringement. Indicating that
"literal" infringement of a patent claim is "a dull and
very rare type of infringement," the Court .held that
"equivalent" devices and processes cou l d also infringe a

claim if they "performed substantially the same function
in substantially the same way to obtain the same result."
The Court's rationale was that ~To prohibit no other (type
of infringement but literal infringement) would place the

inventor at the mercy of verbalism and would be
subordinating substance to form." (In Graver Tank, the

patent claim called for a welding composition comprising

"a combination· of an alkaline earth metal silicate and

calcium fluoride." In the .defendant' s welding
composition, manganese silicate was substituted for the

alkaline earth metal silicate recited in the claim. Since
manganese is not an alkaline earth metal, there was no
literal infringement of the claim. In ruling for the
patentee, the Court ruled that manganese silicate was the
"equivalent" of an alkaline earth metal silica1=e and.w,' •. ,. .., ··.··j.m<ouni:edlm to a r.,·
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Whether or not we all agree that placing an
inventor "at the mercy of verbalism" is all that bad, the
fact is that U.S. patent claims cannot always be
interpreted literally. While the Supreme Court, in White
v Dunbar', has forbidden the treatment of a patent claim
as "a nose of wax which may be turned and twisted in any

direction .•. to make it include something more than, or
something different from, what its words express," the

case law (including Gtaver Tank) certainly suggests that

courts, given the chance and the right circumstances, will

use the doctrine of equivalents to shape and/or expand a
claim to suit its per cep t Lon of the equities of a
particular case. Obviously, the extent to<which a court
can expand the scope of a claim is not limitless. Even

the (relatively) hew Court of Appeals for the Federal
Circuit (CAFC), a strong proponent of a liberally-applied

doctrine of equivalents, agrees that a c:ourt cannot
interpret a claim·so broadly that it reads on prior art

teachings. See, e.g.jCarman lndustries,lnc.·v.
Wahl'. Nor can it expand a claim to encompass subject

matter deliberately given up by>the patentee in

distinguishing its invention over the prior art (otherwise

known as the "doctrine of file wrapper estoppel"). See,
e.g., Kenzenbaw v.Deer"'.· But aside from these

limitations, it appears that U.S. courts do have
substantial leeway in expanding a claim to do, in their

v Lew, justice.

As regard the application of the doctrine of
equivalents to claims containing numerical limitations,
the 'case law seems to indicate that U. S; Courts treat

numerical limitations no differently than other limita­
tions~ No doubt, numerical limitations are less

adverbs such as "about" or "approximately", there is
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absolute certainty in understanding their scope. But
notwithstanding their definiteness, courts seem to have no

qualms about tampering with them and expanding their
scope, sometime to an extent never dreamed of by the

patentee at the time of filing. The reason for their
inclusion in the claim (e.g. to distinguish over the prior

art or merely to define an operative range), the level of
invention (e.g. a pioneer invention or a minor improvement

in" crowded art), the equiti",s of a case (e.g. whether or
not the invention was pirated) ,the knowledge of the

person skilled in the art, etc., lire some of the factors
that courts consider in deciding on the breadth of

equivalents given to claim limitations in general. The
following cases illustrate how some of our c~rts have

interpreted numerical limitations heretofore:

In the very recent case of S. C. Johnson ~Sons

v. Carter-Wallace', the District Court had to decide

whether a shaving gel containing a water-soluble·gelling
agent in an amount; o f 6.532% by weight, infringed a claim

calling for a gelling agent .in.the amount of "about
().Ol-5% by weight." As originally filed, the .main claim

had no numerical limitat.ions. During the prosecution
stage, the claim in suit was .rejected under Section 112 as
lacking sufficient particularity and distinctness, and the

Examiner specifically noted the absence of numerical

ranges. Also, the claim in suit was rejected as being
obvious in view of certain prior art references, In its

response, the patentee amended the claim to recite the
above-quoted nlJmerical limitation. In finding.that the

accused gel not only literally infringed the claim, but
also infringed under the .. doctrine of equivalents. the

ccure jaade the f011o"ing rulings:
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(a) The defendant's gelling agent (which chemically
differed from the patentee's working examples but

was still within the generic language ~f the
claim) performed the same function in the same
way to give the same results as patentee's
gelling agent. The total amount of 6.532% is,

therefore, equivalent to the range recited by the
patentee.

(b) The numerical limitation 0.01-5% is a broad range

and nOwhere does the patentee indicate that it

was critical. Thus, 6.532;; is literally "about
5%" in the context of this case.

(c) The insertion of the numerical range in the claim

was in response to the Examiner's Section 112

rejection (Le. indefiniteness), not to avoid
p)'ior art; therefore the doctrine of file wrapper

estoppel does riot limit the application of the
doctrine of equivalents.

(As indicated above, the doctrine of equivalents

is actually subservient to the.eoctrine o f file wrapper
estoppel which precludes a patentee from recapturing

(during litigation) subject matter surrendered during the
patent prosecution either by way of amendments to the
claim to overcome a prior art rejection or to arguments

made to obtain the patent.)

As in many cases in which the patentee prevails

on the doctrine of equivalents, the court went into detail

to show that the equities of the case favored the

patentee. Here, the patentee was the first to conceive of
such a "post-foaming" shaving cream and it appeared that

invention rather than design around it. Also to be noted
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is that,the use of the word "about" (to soften the
boundaries of the numerical range) was critical in the

holding of "lite,,,al" infringement. While there was some
dispute as to whether the word "about" mod i f Led both the
upper and lower values of the numerical range, the court
concluded that within the cont'ext of the whole .pat.ent; ,

"about" did modify the .uppe r limit. (Note, to avoid this
dispute, the applicant could have claimed a range of

"about; O. 01 to about 5%".)

In Kolene v. Motor City Metal Treating', the
Sixth Circuit had to, decide whether, defendant's metal

treating process in which a metal ,work piece was immersed
in an aerated alkali metal salt bath containing between

46- 50% cyanate infringed patentee 's process cla,im reciting
an aerated alkali metal salt bath comprising "between

abo1Jt 25 and 40% cyanate". Defendant's higherpercentai>e
of cyanate offered no advantages and was used on the

advice of counsel solely to avoid infringement. In
hplding for the patentee, the Court noted that the claim's

lower numerical limit was operational (Le. the process
would not, achieve the desired result below about 25.. ,

cyanate) and theupp"r numerical limit was practical (i.e.
because of a slUdge problem, it was, non-economical to

operate at above about 40.. cyanate). The court noted that
only after the s Ludge problem was Lat.e r solved (by others)

did it become feasible to operate in the 46-50.. cyanate
range. The court held that defendant's process both

literally infringed the patent a,ndalso infringed under
the doc t r Lne of equivalenU. The court concluded that:
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(a) 46-50% is "about 40%". (Note there appeared to
be no evidence on this issue and the Court

stated that "our decision on this point is also
effected by the fact that Motor' City chose the
46-50% cyanate operating level for no other
purpose except to avoid infringement of the
patent. II

(b) The doctrine of "legitimate design around" does

not apply where the accused has not itself made a
good faith effort to design a new process which

achieves the same result. "In this case Motor
City hasnothingl1lore than merely appropriate the

patentees' idea. This Court does not condone
that type of piracy".

(c) "The (recited) percentage of cyanate was critical

to the process, not to-the patentability of

applicants 'invention. Applicants disc.overed the
bene.ficialeffects on the process of aeration of

the bath •..• By adding to the claim the operable
percentage limits,applicants did not disclaim

Itthose percentages that, were equivalents thereto.
(d) File wrapper estoppel doesn't apply because

applicant's attorney, in his- remarks, maintained
the position that the cited reference was
inapplicable even to claim 1 in its original
scope.

(Note: Here again, the equities strongly favored
the patentee, and the Court "stretched" accordingly.

AlSo, the word "about" softened the boundaries of the

numerical limitation to allow for a finding of literal

infringement.)
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In Johnson and Johnson v. W. L. Gore and
Associates 7, the claim in s.uit called for a
"polytetrafluoroethylene film having a specific gravity in
the range of about 1.2-1.1:1". The file history indicated
that the lower limit was selected because tapes having a.
specific gravity below 1.2 were neither commercially
available nor known to the inventors at the time of the
filing. The upper limit was. selected to avoid a reference
disclosing a film having a specific gravity of 2.2. The
claim. as originally filed had no numerical limitations.

The defendant I s tape had a specific gravity of .9 or
lower. The District Court found that the claim was
infri.nged under the doctrineo'f equ LveLerrts, The Court

ruled that the fact that the lower density tape was

:unknown at the time of the application for the patent in
suit did not render the. doctrine of equivalents
inapplicable. As regards the issue of estoppel, it was
noted that only the upper limit of 1. 8 was added to

distinguish over prior art, and the evidence indicated
that there was nothing. critical about the lower limit.

The. court found therefore that ~he patentee WaS not
estopped from expanding th!!lit!!ral coverage o f its .claims
byr!!sort>to the doctrine of equivalence, !!ven though it
had add!!d the numerical limitation to gain allowanc!! of

the application.

Th!! following S!!venthCircuit cases .serve to
illustrate that U.S. courts hav!! not always been willing
to s t retch the. claims. in £avorof .the pateritee , In both
of t he se casas , the court rigidly. appli!!d t.he doc trLne of

file wrapp!!r estoppel to find non-infringement. (As noted
later herein, th!! new Court of App!!als for the Federal
Circuit has specifically r!!jected the views of both of
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In Ekco Products v. Chicago Metallic
Manufacturing', the Seventh Circuit held that a claim

directed to a baking pan comprising an iron-tin alloy
layer "approximately 10-15 microinches" in thickness waS

not infringed by a baking pan of identical structure
except for a somewhat thicker alloy layer. The numerical
limitation "approximately lO-15microinches" was added to
the claim after final rejection in order to gain
allowance. Without even commenting on amount by which the
defendant's alloy layer avoided literal infringement, the
Court heldthat·any narrowing of the claim gives rise to
file wrapper estoppel which precludes the use of the

doctrine of equivalents to broaden the narrowed portion.
(It is interesting to note that the word "approximately"

was not discussed in the decision.)

In Nationwide Chemical v. Wright', the Seventh
Circuit followed Ekco in interpreting the scope of a

patent directed to a method for combating infections in
plants. Here, the patent claim recited applying an active

ingredient "at an effective dosage of less than 4 ounces
per acre." This numerical limitation was added in the

face of a long and continuous rejection by the Examiner
based on a reference disclosing a dosage of 48 ounces per

acre. The patentee conceded that it had to add some
dosage·limitationto overcome the·prior art. In finding

for the defendant, the Court acknowledged that the
defendant's dosage of 4.73 ounces per acre was much closer

to the numerical limitation than the prior art. But to
decide whether the claim should be broadened to include
the defendant's method ·"wouldcause us to place ourselves
in the Examiner'spla.ce and ••• gue s s what· he would have

allowed. ., .Since
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required .... Having chosen that limitation,Nationwide is
estopped from asking the Court to give it a broader
coverage than it chose for itsel!."

(Note: Of particular interest in this case is
that the word "about" or "approximately" did not appear in
the claim to modify a numerical limitation. Had this

qualifier b"en used, perhaps the Court would have found
literal infringement.)

Status of. the Doctrine of Equivalents

In Graver, a strong dissent ~as written by
Justice Black, with whom .Jus t Lce Douglas c.oncurred.
According to Black, the bas Lc obJection to the use of the
doc t r Lne .of equivalents is that it. "violates a pirect
mandate of Congress" (that a patent applican!:
"particularly point out and distinctly claim" his
invention), Black quoted White v. Dunbar that "it is
unjust to the public, as well as an evasion of the law, to

constrlJ.e(a claim) in .a manner different from the plain
Lmpor t of Lt s terms".

In Tigrett Industries y. Standard Industries
(1970), .the Supreme Court had another chance to pass on

the. lower court 's (6th Cir.) use of the doctrine. The
Court granted certiorari to .review a cased,n which the
patent claim recited a collapsible playpen w.ith
drawstrings threaded upwardly through "a pair of spaced
openings" in a base plate. Int~edefendant'.splaypen,a
single opening was aubs t Lt ut.ed for the r ec Lt ed "p~ir."to

avoid literal.infringement. The 10w"rcourt held, and the
Si~thCircuit affirmed, .thatt~1s was c l earIy an."quival~

ent., The Justice Depar!:ment's Antitrust Divisioni:lled an
amicus brief request:ingthe virtual eliminati.on.of the

doctrine. The Suprem" Court, in a.4~4 per curiam
de;c1sioJ:li~H1rm~d:th~·low~r
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written dissents by Justices Blackcand Douglas addressed
the equivalence issue, it is clellr that the Supreme Court
still accepts the doctrine; at least under the
circumstances of this case.

Aside from Supreme Court cases (which, in the
patent field, are few and far between) the case law which

is now of ,most interest to prospective patent litigants is

that of the Court of Appeals for the Federal Circuit
(CAFC) which,llsof October I, 1982, beglln hellringllll
llppelli. from District Court decisions on plltent issues.
To date, only a few of the CAFC decisions have dealt with
the doctrine of equivalents and none has concerned
numerical limitations in claims. But based on its

decisions to da t e , e.g. Caterpillar Tractor v. Berco '0,
Hughes Aircraft v. United States" it is clear that the
new Court will be more apt to give the patentee the
benefit of any doubt regarding a file wrapper estoppel

issue than some of the Circuit Courts have in the past,
and be more inclined to broadly construe the claim

limitations to find equivalent ~tructures.

In the Caterpillar Tractor case, the CAFC

affirmed the lower court's application of the doctrine of
equivalents to find infringement. It rejected a file

wrapper estoppel defense (concludin~ that the claim was
narrowed to overcome a §112 rejection) and a defense that

the equivalent structure was not contemplated by the
patentee. In a dissenting opinion, Judge Davis would have

approved the estoppel defense. He noted that Caterpillar
had avoided both §l02 and §112 rejections by filing a CIP
application with narrowed claims. The evidence indicated
to him that the patentee had argued a narrow construction
for his claims before the USPTO and therefore should be

arg,i.a:oll a construction to prove
infringement.
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In the "Hughes Aircraft, case, the CAFC rej ected
the view that "virtually any amendment of the claims

creates a 'file wrapper estoppel' effect~ve to bar all
resort to the doctrine of equivalents, and to confine the

patentee' strictly to the letter of the limited claims
granted. The CAFC indicated that the holdings of

Nationwide Chemical and Ekco Products cases (supra) were
contrary to the guidance provided by the Supreme Court in

Graver. The Court also agreed with prior caseS that an
appropriate r ..nge .of equivalents can extend to post­

invention advances in the technology. According to the
Court, the defendant "merely employed a modern day

computer to do indirectly what (the patentee) taught to do
directly."
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