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PIPA 12TH INTERNAT.IONAL .cONGRESS.

NOVEMBER 4, 1981

greet all of the Japanese members in attendance individually,

please accept a warm welcome from me both personally and on-- - - -- ----- - ..__...----_.-.._---"." ...._-_._--~,

OPENING ADPRESS:: T.1.0' l\RIE:N

.G.Qodmqrning Ladaes andigent.Lemen , L'Dl: TomO,~B:l:";en,,:

Pres.ident of the.United.:States.Group, and. this .year, President.
.. . . '. " .,'.' ..... -.. - - -," -,' ,-,.. -,' .. - .. ... -" _.,' .. -'.-" .. " ',/ n _,'_ _ .' _"',,,' d,'·" '.'.,i:•.•.. .'. ,';, '•.._ ,c' ',< ;;O~. ,,- 0

of·PIPA;· It is my great:honqr an!lpleas\l:l:"e to be .her.e. this"

week with my fellow American colleagues and myoId friends

from .Japan , :·whom .I.have:.ha!l: the:goqp,f0:l:"tuIletq:.be. associated

with for.:sev"ral .:years.:thro\lgh·.t1:li,,:, assocLatLon..-: AlthO\lg1:l L..

hope to have the opportunity during the next three days to

behalf of the American Group. I would also like at this time

to extend a special word of welcome to Mr. Warren Anderson,
~

President of Union Carbide Corporation, for taking time from

his busy schedule in order to be with us and serve as the Honorary

Chairman of this 1981 Congress. Thank you, Warren, for joining

us. I should also like to extend a greeting and welcome to

New York City, the Big Apple, and wish all of our visitors a

pleasant stay in our fair city. Mr. Ono, our President from

Japan, has told me that he brought this delightful fall weather

with him from Europe, and I want to thank him expressly for

that.

I'm pleased to report to you that we have a total of about

83 Association members in attendance, 46 from the U.S. Group_.-
and 37 from the Japanese Group. In addition, we also have 16

wives that have registered for this Congress.
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Thefi't'st'i.tem on"our'ag;etida"willbe'aLrepo"t'on 1980'

acti\rib'i,;;rby the:;Pres:i.detitTofTthe"JapaneseT,Group,., 'Koichi'Ono:'

too.

One of the highlights of the 1981 Congress will be the

presentation at this evening' s banquet' O'f .theTfiriif3PlPa

Award for outstanding contributions to international cooperation

in the ini:"il~c'tul!ilTfield; "I'hopeT:tb.at a1l'of you T~ill ;f,irid

the" 'p'rografu prepare/F!for' you'lat' this'12 th'·'International !Congress

of thiH\ssoc1.atlon'to'be intereilting'" 'productive. 'and 'enjoyable
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Report on 1980 Activities'of,PIPA

Univer,sity Club

greet you on behalf of the Japanese Group

Koichi Ono
President of Japanese Group

Good morning, honored guest and members of ~\~~~;;--'~~~i:fi'~';

atmosphere.
'(!

As yoq know, ~ll of the objects, pu~poses and activities of

our ?~S9ciation shall be directed toward subject matter and
~.,

problems in the industrial~roperty field which are of

gen~~~~ int~~est and imp?rtance to members of the associa

tion

Under this principle, our association has made a great

contrib~tton in various directions

1970~ ~n~lud~ngannual congress as a main function.

The 11th International Congress of PIPA was held in Tokyo
'i', ie'iii

during the period of October 22 through 24, 1980, and was

attended by more than 100 representatives from the American.

great interest. A diplo-

~I,1d J~Pfl:Ilese ~foups_._ Presentations in the congress were

dire~~ed to the, most

U -,f'- and Japan but also in other countries I including
.' .. ' ."\"" ..' ,...... ,";; ..

excellent analysis of such situation.

The revision of the Paris Convention has been a subject

and we hav~ been discussing with

in the field of industrial property rights not only in the

matter which we have been continuously payi~g attention to

rnatic conference on this subiect matter was held in Geneva in

February 1980. The conference was suspended for more than
':" ..

-3-



a year and a halfunti:lit,was;-reopened in :NairobL,::last

September.

During the" suspended period, B-Group countries including the

u.s. ~nd Japan had a meeting several times to discuss and

find out a reasonable settlement in the hard international

negotiation. The PIPA member companies representing indus-

tries in both countries gave occasionally advices to each

Government. The Nairobi Conference continued until O~t;ber

24 and PIPA sent a delegation to the Conference from both

American and Japanese Groups. Although the activity of::'~ipi:'""

in such conference is limited to observer, PIPA is the only

organization having a capacity to send representatives from

the U.S. and Japanese industries. The result of the Confer-

ence will be reported in this congress.

In November 1980, WIPO called an informal meeting solely of

international non-Gdvernmental organizations on"the questions

and copyright. In this meeting, PIPA was represented'by

Mr. Jorda and Mr. Ozu.

about the recent activities and future plans of WIPO and

to hear from the parti~'i~a~:i:~:"'~~~:i.1wi's:h~s and 'k~gges~ions in

those fields. We highly appreciate thatwIPO has'r'ecognized

the role of non-Governmental organ:i.z~tions.

The purpose of this meeting

As you know, it was decided in the 11th International

Congress that PIPA establishes an Award to recognize and

is being granted in this 12th Congress.
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I sincen:::elyc:hopE!':cl;he activities ofY':9~E':,:es.~9q;iati:oIJ.WAllm

continue to grow.

Now, Dr. Pauline Newman was the president of the American

Group in 1979 and 1980 when the international situations in

the field of industrial :'pi'opert'l :were, difHoul,t;::::',;I;a,r,tj,i;J!)iP':, ,~:'"
','0""'"','''",,'''.. ''' '",,', "'", __,_",,, ,',_,' "d"" '-',' ,',' _ ' , , ,", _, ,,' __:'- ..' _ ...."

ly, she was the .president of our Association in 1979. Not

only in these two years but also since the very beginning of

our association, she has served our associ~iib~

endevorvandcwarm ;frie,ndship., '.nOn b!3l1a,l£"o£, all, members ,of,
-"''''''.-i,'_'

PIPA, I should like to express to Dr. Newman our great

appr~:b'1~'iI:6n anaT'fo/'W~~e'r'~"'rtr~:~'§'hf~'£63: p'i'es'iiri,t '-Dr-~--" Ne~~n~ ,,:;,;i:/.;,' , :

this,''-,c,ertifiqat,e .and ~tbis",:;tpken,,,;o_,f:':'ipur.:.-est,e:emi,-anq. a,ffection.."
" " '- .. " "" , • -- " .~. ,'~" ,. '" L ',-."'.; '", ," -'" -."; ,'" " __"",,,,' ",' , • ",'C, ' ,- •• ,'..,", ;, ,;:' "-'; C(

-5-



T. 1. O' BHiili 'o.1'KEYNOTJ;::.gPEECH '{PIPA·CONGRESS
NOVEMBER 4, 1981

THEPATJ;:NT :SYSTEMTODAY-,.i OUTLOOK:IN"THE .UNITED':8TATES

TO PROVIDE AN INCENTIVE TO INNOVATION IN TECHNOLOGY. APPRO-

PRIATELY. THESE SYSTEMS NOT ONLY PROMOTE INNOVATION BUT ALSO

····m SERVE TO RECOGNIZE AND. HONOR INNOVATIONS... AND INNOVATORS.

SYSTEM OF THE GRANTING OF PATENTS BY THE STATE HAS A VERY

EVOLUTION AND DEBATE. THE GRANT OF MONOPOLY POWER HAS ALWAYS

STRUCTURES AND INFRASTRUCTURES HAVE FORMED FROM CENTURIES OF

LONG HISTORY. AND TODAY's NATIONAL AND INTERNATIONAL PATENT

BEEN AN}) PROBABLY ALWAYS WILL BE A CONTROVERSIAL SUBJECT.

ENGLAND. AS IN EUROPEAN COUNTRIES IN THE MIDDLE AGES.

-6-
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_2_ c'

PATENTS IVEllEtPTc~ST!UCl'I:EIl1'J.l) ~C~C~~;,:

DEVELOPMENt;,".!\NI\~Rt;..:Q~ED,,~~ ,.I:~iJ.~I~G, "T,Q :~N9,L~~lf:M;E~C:~S; :, '''C'

AS WELL AS :r:R.C~FTSMAN.>MONOPOLIES ON CO~RCI~t.GOODS G,R,E'L. d'

IN SUCH ~ERS }:~T .~~Y ~L pF.C0J:lMERCE I,N/.EN.G,J.Nl~ ~~t"~~'I:O

THE HANDS OF:,*,LI~J,TED,9Jl.QJJ?::QFE:NTE~,~lS~~y~:~::r IlADEXq•.U§I~> ....

CONTROL, OR.MONOPOLIESUNDER.THE.PROTECTION ,.OF THE CROWN ,OVER.· .. ::
,:,:-.\,. ; \.' ,-.:"I'. , /,./.'.,.',.;'./i__. .'~.i.;:), .:'.'./:;.

GIVEN ~AS .. OF TRADE.•.THE.EVENTUAL.:RESULT, WAS. EXTREMELY ,HIGH ..
.' "-" ,c" .,.' .,_ '".,.' '_," ,h ;." ',' "'" ; ',--:,;-;:.,j ,"'.' -'),,:'.'._"; ; ,'" ',' 'i , .. ,,' ,',.'.' ",.' /',:;f.n ;;.,

PRICES ON.MANY... GOODS ,AND."A POLIT.lCAL·.BATTLE BETWEEN.·.THE,.KING,AND. :.:
",..,':'.' ,<Xi, :0 /. <;/:", .;..1/:,,;». j, '",' i',.', ",'; ,;, <. y'~;:) :'--',.<, ,;,. \' .:;,,),,:i "i. )~", ,:, {.';.i"i,h, OJ ~)",j <., '.\/: /. ,-::,.j. i:', i, ,i,.,'·,\/;.t 0'"

THE P~I¥!ENT :E~S..1.!ED.I'~~~'l',,:Jl.E~I'.QliIlINq . I:Q,CQWI4INTS,;QF ':;F,
..-"",. ""'_~""'<' ,'".,_,.,.",._,.c~",(..., ",_,,_ ,,_,,', ""'··'c··,· - ',,·,-'.'.--"c..·,·,•.c' '~" ,.c,'"}·":,,.'''"'·'''',' ,.;-..c.,~. ~~'_,."""", .,'.""",'w,,·,"

THE PUBLIC, *T'l'f\GI<EP 1):!E,SEr!1QNOPQt,IES., ~REM.:T\!E/$I~G."WlI0.",
.',..'. ",,,".I.', ,..,",. ,"." ,:.',' \.,-, ' ..", ! ,.,; " "'." ·.i.-!. :,-'" "'. "'" ./•.,'.", _~ '~, ~ ....: '.." L ",C '-1...._ J.:. .,'.. '., __, 'J. ',.,r,,__, \.' i i. ,.,. '...,' ".' '.'.'';'. '"., "., ,

THE MONOl',Qt,IE~" ('l'iiEBf\T;rLEC,ll1J1I~~TED.IN:TiiE:I'A~§AGE,Q~(

REq:IYE:PJl.EYE:~l[E,S: F;'Jl.9M(::r\!E9IWn'S.9~ 'li\!E ~A::rEN;r~ .'l'R,:J:F;D.}O I'Il-OTECT
, __....."",·,'n._"._,,·.,....... "" __"''''''''''_.'''''''' ., ,•. '.-. ''';'''''''..... '"c, ..... ,_,.. ·,.c,,·,·,.. c"." ,,',,'.n ,.,..". ,:,'""'c"";,,',,,,',, J.",,, '"

THE "STf\'l'UTE.,OF:l-IO~QI\9LJ,ESn,INn:l~23, WHICH,ABOLISijED"
". .'.,'. ' ".".. ,.. , ",." ' ',.. ',,,.; c""""'.,, '.", .

. MOST OF I:iiE CQMMEJl.~;¥>(MO'~OPOP~S~D p1j:GI4Jl.ED,'l'\!EMTO:BE.

ILLEGAL·... THERE: WERE ·SOME EXCEPTIONS INCLUDING THE, GRANT·. TO; •
'.-- <' ..' .••. " .',.•,;;',,) :':".". ,. '~";"'" ".,~'i·; ..v ,: ,:.'Xi), ,h: ':'>"."- ::·,..U,: '" ,:';..:.:: .c· .i, -:"·\!"'...L:--\. ',,'. "" ..{. '" '..,- '.. ,00:-' ,'. ;,...'.j ,.:' . .i,. ... ',' .'.,; '",'v .-,;.: .'. ",3 .-'-.
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IS BASED. THE THEORY FOR THISUNOBJECT'IONABLE MONOPOLY WAS THE

3 '- -

THIS ENGI..ISHSTATUTE ESTABLISHED THE BROAD PRINCIPLE THAT' '

PATENTS OF LIMltEDDURATION COiJLD BE AWARDED TOINVF.NTORS

TO INTRODUCE AND ESTABl.ISH NEW INDUSTRIAL ENTERPRISE. tliE .

PRINCIPLE ON WHICH MODERN PATENT LAW THROUGHOUT THE'WORLD

AWAY FROM THE NATIdN' s TRADE AND COMMERCE THAT ALREADY EXISTED'

. THE SYSTEM'OF PATENTS FOR INVENTIONS DID NOT REALLY FLOURISH

UNTIL THE ADVEmOFTHE INDUSTRIAL :REVOLUTION AND . EVEN THEN

AND THE ANTITRUST LAW" •(1941) WRITES ON THE 'PERIOD F1WM THE

STATUTE OF MONOPOLIES uNTIL' AuDST TiiE MiDDlE OF nlE NINE:I'EENl'H CEN'rliR'i --

-8-
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"COMPARATIVELY FEW PATENTS WERE GRANTED EVEN DURING

THIS PERIOD,

PREVAILED, AND THE DISTINCTION BETWEEN THOSE THAT

WERE TO BE FAVORED OR FROWNED UPON WAS NOT CLEAR IN THE

PUBLIC MIND. RESULT WAS THAT THE INCENTIVE AND STIMULATION

GIVEN THE INVENTOR WAS NOT GREAT."

THE AUTHOR WOOD, IN SUPPORT OF THAT QUOTE, CITES A QUOTATION

FROM ANOTHER PUBLICATION "THE OUTLINE OF HISTORY". J. P.O. S. 5,34

(JULY 1936) WHICH INTERESTINGLY STATES:

" ••• THE SECURING OF A PATENT WAS DIFFICULT. THE FEES

MANY AND EXHORBITANT, THE TREATMENT OF THE PATENTS BY THE

COURTS EXTREMELY RIGID AND HARSH, AND THE PUBLIC ATTITUDE

STILL ANTAGONISTIC. IT WAS NOT UNTIL THE INVENTIONS OF

ARKWRIGHT, WATT AND THE MANY OTHERS WHICH INAUGURATED

OUR MODERN INDUSTRIAL PROGRESS THAT A MORE LIBERAL SPIRIT

PREVAILED, AND PATENTS BECAME A GREAT BENEFIT TO INVENTORS

AND TO THE PUBLIC."

-9-
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THIS LAST QUOTE WOULD LEAD US TO BELIEVE THAT THINGS ARE

STILL THE SAME TODAY AS THEY WERE THEN IN THE EARLY NINETEENTH

CENTURY.

THE GROWTH IN THE NUMBERS OF PATENTS MADE THE GRANT OF

PATENTS BY SPECIAL ACTS OF THE LEGISLATURES IMPRACTICAL AND

THE NINETEENTH CENTURY SAW THE DEVELOPMENT OF FORMALIZED

NATIONAL LEGAL SYSTEMS FOR THE ADMINISTRATIVE ISSUANCE OF

PATENTS. A DISCLOSURE OF THE INVENTION WITH SUBSEQUENT

H PUBLICATION THEREOF BECAME STANDARD. NATIONAL PATENT OFFICES

WERE ESTABLISHED AND THE PROCEDURES FOR OBTAINING PATENTS IN

THE INDUSTRIALIZED COUNTRIES DEVELOPED INTO FORMAL RULES

CENTERING ON WHAT WAS AND WHAT WAS NOT PATENTABLE. PATENT

OFFICES BECAME THE MOST COMPLETE REPOSITORIES OF LITERATURE

ON TECHNOLOGY EXISTING THROUGHOUT THE WORLD.

THE SEED FOR SOME INTERNATIONAL COORDINATION OF NATIONAL
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.;'

".~. ~.'':''''''''~''c,."

BY THEBEGINNINGbF THEMNTIETll: CENTllRY. TIlE MlDERN IDRlD PA1'ENl'

INVESTMENTS IN TECHNOLOGY ExPANDED.· IN i~8j :lONATIOOS

STILL SERvEs AS THE FuNDAMENTAL INSTRUMENT ~Olt CONTROLLING THE

RIGHTS TO PATENT· PROTECTION IN MEMBER dotJNTiuES FOR NON-NATIONALS •

PROBt..~U AS n.AhJiA.U6~~' r:t);TIONSB~CAMEFREJiR AND INTEIrnATIONAL

SIGNED TJtt~AR.iS cbNvENT:f6r:tWHICH AFTER. AI.MosT ONE HUNDRED YEARS

PATENT LAWS AND COMITY.OF NATIONS IN THIS FIELD BECAME

SYSl'EM WAS BASICAlLY IN PIACE.

OVERTHEENsuU1GYEARS OTHER NATIONS PROCEEDED TO ESTABLISH

~:': ,:.,,";',l' <": i,,:' .. ::"'f: r::y
<XJNGRESS IN 1836. HAS REMAINED A FAIRLY STABLE SYSl'EM SINCiTHA:rTi:ME.IT HAS

SERVED AS THE MJDEL roRpA1'ENrsysiEMS OF MANY COUNl'RIES. ITS PRINCIPLES HAVE BEEN

SYstE:i1s~bi iXrE:Nts oijiNVE:r:ii'Ibr:ts ··ANri···tOJOINTHE PARIS CONVENTION

AND TODAY AOOS'r 90NATIOO AJ:!lERE. TO nJAl' ~~:'~ISHED

PATENT SYSTEMS cbNTINuEii Tb BE REFINED IN MANY COUNTRIES. THE

MODER~:i&J:T~i>'~i'ATE~~A~~Niisi~TEM. WHICH WAS ESTABLISHED BY

SlJS'rAINE:ijiiti;njttllim:sE:NtTiliE'~mNlM:ROUs;ATfAc:Ks BY ITS CRITICS. IT HAS

~lF-
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DEVELOPED MOSTLY IN THE Aj!PI,J:CATIClN01' 'l'IiClSE PR:r~I:Il"l,ES IN THE

CHANGING. ECONOMIC AND SClI:IAL TlMESCll' 'l'1ij; tmI'l'~j)!1'l'A.'l'ES MA.:rm.r

THROUGH JUDICIAL DECISIONS RATIij;R T~LE(;ISI,A'l':rYF; E~A.C'll1E~,

THE 1953 REVISION OF THE UNITED STATES PATENT LAW"REPRESENTED

PRIMARILY AN UPDATE·AND RE-AFFIRMANCE BY THE LEGISLATURE OF
'-'-',',''-:,'.'''- ",_ - ,.,--, """,,-'-, ,,--' _--""" ,-, ""

OLD. PRINCIPLES IN THE LAW BUT, INTERESTINGLY IN ONE :rNSTANC~,
-<L,,', ,Sf.

IT REPRESENTED A REVERSAL OF A JUDICIAL DEVELOPMENT AWAY FROM

THOSE PRINCIPLES. THAT JUDICIAL DEVELOPMENT WAS THE ALMOST
r~, ,;'

TOTAL EROSION BY THE UNITED STATES SUPREME COURT OF.. 'l'1ij;... DOI:'l'R:r~.

BY THE STRONG UPHOLDING

IN THE ROIlM AND HAAS DECISION IN 1980.

IT REALLY WASN'T UNTIL AFTER WORLD WAR II THA'l' REl'Cl!U1ANl>

OF CONTRIBUTORY INFRINGEMENT THIS DOCTRINEHl\.S NOW BEEN

OF THE RELEVANT PROVISIONS OF THE 1953 ACT. ~Y 'l'Iij;.. SUPJm!1E COURT
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EXPLOS.IONYINY.!l$SE~.Q);!,,·A@·••'o.E~LOP~~ ..,FOllllOWfJP,·~¥, A•.QO,~SItRm!L,ll'~'ii

EXPLOSION IN TECHNICAL LITERATURE. TECHNOLOGY TRANSFER ·;Jl.J;;JWEEN.,

NATIONS·,·P,Li\YEP/i.AN ·.INCREAS·:i:;NC;LYr.J"ARGE,lla.ROllE,. ·INC.WOll.LD"W,IpE,TElQILNOLOGY

DEVELOPME~' /; THE,LllliITElP., ST~TE.SWAS, "TijE:UllE.@Elll.)i;J;;N,"TIL:i:s .i1'E,C);lNR.llqG¥L.

EXPLOSION;.ANPIN,;TEQijNPLOc;'iTRANs.FElt. Tq·'OTijE:RNA'l'!:i:oN;s., Btrl',;'f'E,W"

OUTSIDE OF; INDUS'I'RY.AND,THE,PATE~' B~A'l'TRIlltrl'E,DiAN¥;,~J9ll.; i"

SUPPORT"IVE; ROllE.TO,;J:'HECPATENT· S'iSTE:MLIN;T!!EL.SUCCI;lS,S .oli'. TijE: .. ·.;. n.;'"

UNI.TED.·STATE,S." IN AC);!'lIWINc;"T);!IS.,TEQHNol;Oc;'lCJ\L'I;1RE,.,.E!'!INE:NCE.

THE WORLP~ ··.LIBERAI;, EQoNOM'lSTS", WIT);I/rHEIRINNATE-··.~VEll.S·:i:oN

TO MoNOl;1oLY';; CONTINUED TO,.QUES.TION ;T!!E;'T!!EOll.'i;OF.TijETSYSTEM,},· ';"}'!T'

IN CREAUNG,INCENTIVE FOll... INPUSTRIAL;GROWTH~ ••• ~IT.ll.UST;CR1iTICS"",

STILL MISAPP.REHENPED,THE'..PISTINCT:i:ON;.BE:.TWEEN.THEUPATENT;PRIVI·LEGE...

TIIAT AIlDED./imING NEW TO A.·NATI(!iI·s. CCM-1ERCEAND·TRUE.MJlPPQLIES.·W!IICR 'ItIOle .

mING,AWAY/iFR(!1' A NATION!sTRADK AND;CXM1ERCE·. TllOlHGROUPS', OF;CRITIGS'

CONTINUEPTOBE SUSPIQIOUS'. OFrPATENTS' ANDPECKED>AWAYYAT

MAJOR SOCIAL. ECpNPMIC.AND POLITICAL I.SSUES,. THERE ~AS AN.' •.

,13-
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THE SYSTEM AS IF IT WERE AN ABHORRENTANTICOMPETITIVE MONSTER

DESiGNED ONLY 'TO FOSTER AND MAINTAIN M6NOPOLISTIC POWER BY 1:.ARGE

ENTERPRISRS

DESPITE THE GREAT PROSPERI:TY,AND GREAT GROWTH IN TECHNOLOGY .

IN THE'1950sAND THR6UGHTHE1960s,THERE wAs REALLY A GENERAL·

DISINTEREST IN; ilNDAGMW:ING ANTIPATHY TO, THE'PATENT SYSTEM•.

THE UNITED ,STATES pATENT OFFICE FOUND ITSELF IGNORED'BY THE ,'.C:. ".

POLITICIANS AND STRUGGLED :TO KEEP up. WITH ITS EXCESSIVE,WORKLOAD.

GREATER NUMBERS'·OF'APPLICATIONS·WERE BEING PROCESSED BUT SUPPORT.·

FROM THE ExEcUTIVE AND,LEGISLATIVE BRANCHES OF' GOVERNMENT FOR:

FUNDING THE .FULL :FINANCIAL NEEDS'OF THE OFFICE CAN BE CHARITABLY

DESCRIBED AS'NOT STRONG: IT TOOK LONGER AND LONGER TIMES TO

OBTAIN A PATENT ,AND EVEN AFTER IT ·WASOBTAlNED', THE QUALITY

WAS UNRELIABLE PRIMARILY BECAUSE THE PATENT OFFICE EXAMINATION

HAD WEAKENED 'SO. PATENT LITIGATION COSTS SOARED IN THE UNITED '

~14-
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MORE UNPREDICTABLE; EVERY PATENT SUIT BROUGHT'BY 11. PATENTEE '

BECOO'I PbTEtmALANTITRusT'ii.AwfuIT'AGAINST THE 'PATENTEE ;:AS'--';

COURTS EXAMINED MORE CLOsELy'THE'CONDUCT OF THE 'PATENT APPLICANT '.

DuRING THE ExAMINATION OF THiPATENT APPJ.;ICATION AND FouND .

THAT'THE: APPLICANT's FA1:LURE 'TO' MEET 'A STR1:CT DuTy OF DIscr;osURE'),

TO THE PATENT OFFICE couLD' BETHE'BAS1:SFOR 'AN ANTITRUST VIOLATION.

UNCERTAINTY: AND FREQuENTLY DISILLUSION. wAS THE FEEJ.;ING OF

MANY BUSINESSMEN ANDniiiENi'oRs ON 'THE VALUE'OFTln;:'PATENTsYSTEM";

IN rilE iiJNI'!ED STATES: .

BY THE MIDDLE i960s. MANY'WEREC'SAYINGTHAT: THE SYSTEM IS

FAILINGANDUNwORKAiiLE' IN' A MODERN ; 'INDUSTRIAL SOCIETY.

PRESIDENTIAL COMMISSION ON THE PATENT SYSTEM WAS APPOINTED 

BY PRESIDENT JOHNSON IN 1966" TO DETERMINE' WHAT IS 'THE BASIC

WORTH OF iHEPATENT SYSTEM IN THE CONTEXT OF PRESENT DAY CONDITIONS.

THE COMMISSION'UNDERTOOK AN EXTENSIVEANALYSIS'OFTHE uNITED STATES

PATENT SYStEM AND FOREIGN PATENT SYSTEMS AND CONCLUDED THAT'

~15-
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INCENTIVE :1:0 RESEARCH,. DEVE~OPMENT. ''1ND I NNOVAT.ION.,TIlEY [:tHE '

UNIQUE SERVICE IT RJ>NDERS." REFORM OF;THE SYSTEMWAS'RECOmENDED

TORAJ;SETHE, QUALITY AND ,RELIAllILITYOF,THEUNITED S::rATES PATENT.,

t, ALTHOUgHLEGISLA:rIOJ'l;'W~S ;;INTRO~UCED, I!'1,THE C;ONGRESS /<S

UNITED STATES PATENT SYSTEM. IT, WASN'T UNTIL 1980, AFTER MUS!!, ,

NATIONAL DEBATE AND, MORE IMPORTANTLY, AFTER PUBLJ;C"RECQGNITIOtj,'( w,', -""",', .><.',.'_, ,,,_ _,,'o'k" '" .',_,',,_ c., "'''C''_''.'' ,_,,'... ',

OF A DECLINE IN INDUSTRIAL ,;INNOVATION:J;N THE UNITED,STATES,
""'0'-, '. '_"_"_' _.._ ." -'/_ __._,',,' _~ .._ .._. .'~__. ,", ''''''''.'',,, '.' '-."',"" """__"",_."'" "'" ',.",._"". ,. '.' ',i '.' '. '._ ',_"_" •....; -.,.._"._. ,:. <'", .,__

THAT REAL LEGISLATIVE ACTION WAS "TAKEN TO REFORM THE SYSTEM.

THIS DECLINE IN INDUSTRIALINNOVATIONBROUGI:lT ABOUT A RENEWED,

,.PATENT SYSTEM. ' THERE APPEARED, TO BE AN ASSOCIA:rION BETWEEN THE

,DECLINE', IN, INNOVATION AND, THE LEVEL OF PATENT,ACTIVITY BY
',.- ...... ,". '-'. '. ,", """,'., .,' -'.".... ,", -, """ '"."" .-",- -. ,: ..l-, ,,->.-,,_, 'C' _",.• '- ." _.. ' " .',' .. ' ",. -; ''.''".'. ,,", '_' ',./ ", ,,',,".,-,-,:, -'.":",; '''"'.- _'__ , ',',
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POPULAltStlPPORT.ut.:MAJlYCIRC:I,ES.W ~0trr0];'..GqYE.RNliEN'l' .• AS ...

AN IMPORTANT INCENTIVE TO INDUSTRIAL INNOVATION.AND GROWTH.

A SECOND PRESIDEN'l'IALC:OMMIS~ION.WAS APPOINTE:pI~1978Tq

STUDY THIS DECLINE. AND. THIS TIME NO LONGER QUESTIONED THE
" ',;---,,':. """.- ", ,_ .., .-' ',,'" ',-,' ",' .. ', '. "",,' -.'-,",,-, ,',:,':,' :'''''':'''- '.:, _ ' ..

ROLE OF THE PATENT SYSTEM .IN SUPPORTING.I!'tDUSTR~A.I,IIlNQ~~TIq~.

RATHE.RLIT VOICED:ITS CONCERN FOR THE. SYSTEM BY FOCUSING O~

ITS ,pE];'ICIENcrES AND.SAIDTJM.T NOMAJqROYE~ULqFTHE,SYSTE!{

WAS NEEDED. THE CLlMATE.HAp,FI!'tALLY RIPENEp,FqRSOi1E.TIIOUGIITFllL:

LEGISLATIVE IMPROVEMENTS TO THE UNITED STATES PATENT SYSTEM.

'M MAJOR PATENT REFORM STEPS WERE PASSED.INro lAW IN.,." , .. - -,,'.. ,'.' -'"., .." '".',-,.,.- ..... _,'",,..-.:.' "":: -'.....- -.. :."

DECEMBER. 198Q •.•.. ONE .OFTHESE.··WAS. THE..I~T~ODUCT~O!'t .... OF.A,..

RE-EXAMINATION.PROC:EPIlRE IN'l'q ORRLA~•••..... THISPROCEDIlRE 'l'~O:VIDES

FOR AN ADMINISTRATIVE· RE-EXAMINATION OF AN ISSUED PATENT IN

THE ,PATENT AND .TRADEMARl{OFFICE • IT ..PERMITS.ANYMEMBER .OF Til}; r,

PUBLIC. INCLUDING THE PATENTEES. TO SEEK RE-EXAMINATION ··OF

AN ISSUED PATENT THROUGHOUT THE LIFE OF.THE. PATENT. ON THE,. BASIS .•

OF PRIOR ART WHICH WOULD HAVE A BEARING ON THE PATENTABILITY OR

SCOPE OF ANY CLAIM OF THE PATENT.

-17-
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ALSO 'Iln-RDDUCED IN' TIlE 'SAME NEW 'LAW' wits' A.'NEW FEE STRUCTtiRE

FOR THE PATENT 'AND TRADEMARK OFFICE 'THAT IS INTENDED TO PROVIDE

IMPROVED FUNDING TO THE OFFICE ON A. CONTINUING BASIS SO AS TO

PERMIT THE OFFICE TO 'ACQUIRE ANDMAINTA.IN THE STAFF AND'TOOLS

NECESSARY FOR HIGH-QUALITY OPERATIONS; MAINTENANCE FEES. LONG

A STANDARD BURDEN ON PATENT 00WNERSIN NEARLY ALL OTHER CCllmTRIis '

OF THE WORLD', BECAME PAYABLE FORniE FIRST TIME ON IssuED UNITED

STATES PATENTS blnUNG THE LIFE OF THE: pATENTS;

A THIRD MAJOR lEGISLATURE STEP 1U REFORM THE UNITED srATES

PATENT SYSTEM IS' 'CLOSE 'TO' PASSAGE TODAY IN THE CONGRESS. AND THIS

PROSPECTIVE NEW LAW WILL PROVIDE A CENTRAL FEDERAL COuRT TO

HEAR Au. PATEN! APPEAlS FRCl1 AlL THE FEDERAL TRIAL COURTS THRDUGHOUr

THE UNITED STATES. THis NEW COURT SHouiDPROVIDE GREATER CONSISTENCY

IN JUDICIAL DECISIONS" IN THE PATENT FIELD' AND THUS REDUCE UNCERTAINTY

IN PREDICTING'THE OUTCOME'OF LITIGATIONS INVOLVING THE ENFORCEMENT'

-18-
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TWO,AI)J)I:nONALDEVELOPMENTSINTHE' PATENVREFORWTHAT,

BEING 'ADDRESSED 'TODAY' ARE- THE 'UPGRADING--OF'THE-'OPERATIONS' - ----"

OF THE' PATENT AND TRADEMARK OFFICE AND THE EXTENSION OF THE'

TERM OF A UNlTEJ) STATES PATENT TO OFFSET THE LOSS OF THAT PORTION

OF THE TERM THAT RESULTS FROM DELAY ,IN COMMERCrALl-ZATIONOFo

PATENTED PRODUCTS BY REASON OF GOVERNMENTAL:"REGULATIONS.

AS YOU KNOW, MANY DIFFERENT TYPES :OF ,PRODUCTS' MAY ,NOT BE'LAWFULLY:

PUT ON THE MARKET' UNTIL THEY HAVE UNDERGONE 'CERTAIN' GOVERNMENTAL,' '

TESTING AND HAVE OBTAINED APPROVAL BY SUCH AGENCIES 'AS' THE ' ,

ENVIRONMENTAL PROTECTIONAGENCY,THE FEDERAL ,DRUG AGENCY,AND

THE LIKE. ' IF'THE PERIOD FOR OBTAINING THl-S'PRE-MARKETING

APPROVAL CUTS ,INTO THE TERM OF AN ISSUED PATENT, THE TERM

THE PATENT IS EFFECTIVELY SHORTENED 'BY ONE BRANCH OF THE SAME' "

GOVERNMENT THAT ·HAD PROMISEDTHE"PATENrEE A FULCTERM. lEGISLATION

FOR EXTENDING THE 'PATENT TERM To COMPENSATE FOR-THIS LOSS IS,

CURRENTLYBEING'CONS.I:DERED,B'{THE tONGRESS' AND THE 'OUTLOOK::foR '

PASSAGE INTO LAW IS FAVORABLE.

-19-
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IF THE :ROAD TO 'SUCCESS' WEREPAVEDiWITHGOOD .INTENTIONS iT'

THE CHALLENGETHATTEXISTS,IN,BRINGING THE, PATENTAND,TRADEMAR\{,:

OFFICE TOA LEVEVOFFULLSERVICE,WOULD, BE QUICKLY ,AND SUCCESSFULLY

MET;'REGRETTABLY. "THE, ANSWER TO IMPROVEMENT LIES PRIMARILY IN,

INCREASED FINANCIAL 'SUPPORT., AND,ITWILL:BEVERY'DIFFICULT',TO

OBTAIN THE NECESSARYAPPROPRlATIONSFRO~ ,CONGRESS DPR'rNG"TH'rS

TIME ,OF BUDGET CUTS iAND, ,'RESTHAINTS :,UNDER,PRES,IDENTREAGAN,'",s'"

ECONO~ICFRECOVERY: iPRO,G~;, "THERE' ARE:SOME ,SIGNS, ',TO ,HAISE

OUR EXPECTATIONS :FoR :'rMPROVEMENTr.ANDTONE" OF:THESE: S:IGNS ,IS

IN THE PERSON 'OF ,0URNEW:COMMISS'IONEROF PATENTS AND: TRADEMARKS.

GERALD J. ~OSS'rNGJlOFF.SWII.O J~ILJ,.'ADDRESSOUR ,AS,SOCIATION"ON

THURSDAY;, 'PE1U!AP,S JlECANTELJ,.US OF, SOME OF HIS PLAN.S :FOR

IMPROV'rNGOpEHATIONS.OF,THE; ,PATENT'AND...TRADEMARJ{·OFFICE.•.

DOME.STICAJ,.LY •,1'ATEtlTREFo~SEE~S TO BE/pROGRESSING

QUITE F.AVO!l:A1lJ,.Y iAND,I.T: Now. iRE}lA,INSTO ;BE SEEN' JlOWWELL

-20'--
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INTERNATtONALLYi. cTHE.OUTLOOK' ISfCQUlTE AiDIFFERENT:MATcTER

IN EUROPE. THEUCOMMONi.MARKETC.COUNTRIESfCAND:THEIR :,NEIGHBORS:: i" .

WORKED TO ACHIEVE:A>COMMON.SINGLE"EXAMINATIONOF'Ai,P,ATENT'

APPLICATION FOR DETERMINING ,WHETHER AfCl'UJRAI:iIT.YiOF!\NATIONAL":l

PATENTS+SHOULll,ISSUE\;·THESECOMMONfMARKET.:COUNTRIESHEVEN: ..

WENT SOlFAR:AStO SEt :U1"THE:APPARATUS·FORlTHE,FUTtJREFOR.'

THE'FIRSt SU1'ER.~NAtIONAL'PAtENT';:"WHICHiWILLBE EFFECTIVE'"

ACROSS THEENTIRE'EEC;'" :AS:YOU+ltNOW.lTHESEEFFORtS.'RESULTEDi.:;

IN THEPCt;,'tHE pAtENt COOPERA11ION11R.E/l.11Y .,WIC!i·'IlEC/iME';

OPERATIONAL IN 1978. ,ANDTIlEEURDPEAN PAIEN!HXlNVENITON; WHICH

WENT IN1'O FORCEIN,1971; 1 ......•

THE mUST OFTHESE.INTERNATIONALEFFORTsWASl\iARMONIZAT.IO'N,

ON THE "ONEiHANlt/THERE' HAVE'.JBEENiCSOME.JVERy c'POS.1:TcIVE: DEVEIlCilPMENTS;iW'i

OVER THEi:likStFIFTEEN TO :TWENTY.'YEARS.';UMAN'lNATIONS

GLOBAlLyiCOOPERATEDTO'CREA'I'I!1 JPROCEDURES iTIlAT 1o[)lJlD;: FACIDITATE

MULTIPLE PATENTiFILINGS.INSEVERAL'lCOUNTRIES'iON ::THEiSAME INVENTION"

OF THE NATIONAL LAWS:TO SIMPLIFYiPROCElltJRES1IN OIl11AINING!'pA11ENtS'(:'

-21~
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ON TIlE SAME SINVENTION;\INMORE, T~"ONE: COUNTRY, :AND ,TOi.E~CEi."

TIIE,REtiL\ll'ItiITY OF',PATENT ,PROTECTIONj,THROUGH' ESTABLISHMENTsOF

CENTRAL INTERNATIONALiSEARCHING:,AUTHORITIES ALTHOUGHTIlESE,HC

NEW INTERNATIONAL',;gYSTEMSLAREST,ILL;;INiTIIEIR>INFANCY:"ANP,'IIENCE::;"

STILL:;INYTIIEIR?SHAKE"DOWN PIlASES)TllEYiREPRESENT 'PROGRESSIVE',),,'

CONSTRUCTlVEC,C~GE ',TO,TIIE,,'EXIST,INGrINTERNATIONAL,:PATENT,'

SYSTEM AND:SHOULD"iULTIMATiELYiREDUCE,;TIIE ,COMPJ;;EXITIES',AND;

COSTS OF,'MULTIPLEXINTERNATIONAL F,ILINGS'.

ON THE:OTIIERiHAND,'TIIE);T,HIRPCWOllLD ;CIS ,S'l'RONGJ;;Y; ;ATTA€K;INGT/

LONG AND WELL-ESTABJ;;ISIIED';'l'RAPl'l'IONAJ;;,CONCEP'l'S;IN TIlE:EXIS'l'ING

INTERNATIONAt,PATE,NT SY:STEMiAND iAPVO€AWING: tlEASUU,S;,WHiICH TIlE

AMERICAN,PA'l'ENT ,BARi'BELIEVESFARE ;.REGRESSIVE MeASURES,;" iWIIE'·j·

DEVELOPING COPm1RIES:VI,EW, TIIE:PRES~N'l';rN'l'ERNATIONAL SyS,TEMAS

A CONSTRAINT jON,',TIlEIRiiFREEDOM ',IN , TIlEIRi.ESTABLISllMENT OF NAT;IONAL. .,

PATENT •SYSTEMS THAT WILL TREAT DOMESTIC PATENTEESi.MOItE

-17-
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':~'t·,-o;" -""'''";,''r ..\-1

INDU~TRIAL DEVELOPMENT, BUT TIlEY ENACT LAWS AND PURSUE SYSTEMS

INDEED, SOME PROPOSALS ARE ACTUALLY NEGATIVE INCENTIVES TO

COUNTRIES TO TIlE POINT OF COMPLETE DEVALUATION OF. THE SYSTEM.

THAT SEVERELY DIMINISH TIlE RIGHTS OF PATENT OWNERS, IN SOME

TIlE USE OF THE PATENT SYSTEM IN A COUNTRY. FOR EXAMPLE,

WHY. WOULD A FOREIGN PATENTEE WHO IMPORTS A PATENTED PRODUCT

INTO COUNTRY X EVER TAKE OUT A PATENT ON TIlE IMPORTED PRODUCT

IF COUNTRY X HAS A COMPULSORY EXCLUSIVE LICENSE PROVISION IN

ITS PATENT LAW. TIlE IMPORTER WOULD BE CREATING A POTENTIAL

RIGHT OF EXCLUSION OF THE PRODUCT THAT WOULD BE AVAILABLE

TO ANOTHER IN COUNTRY X FOR USE AGAINST TIlE PATENTEE-IMPORTER

HIMSELF.

I WILL NOT DWELL ON TIlE PROPOSED REVISION TO THE PARIS

CONVENTION, AS THAT IS TIlE SUBJECT OF OTIlER SPEECHES AT THIS

CONGRESS. SUFFICE IT TO SAY THAT, IN MY OPINION, IT IS TIlE

-23-
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FIRST TIME IN THE HISTORY OF THE DEVELOPMENT OF THE MODERN

INTERNATIONAL PATENT SYSTEM THAT THE BASIC THEORY OF THE SYSTEM

IS CHALLENGED AND THAT NEGATIVE PATENT INCENTIVES ARE BEING

SERIOUSLY FOSTERED AS BENEFITS TO THE INDUSTRIAL GROWTH OF

NATIONS.

THE WHOLE THEORY OF THE MODERN PATENT SYSTEMS IS BASED ON

FOSTERING INDUSTRIAL ECONOMIC GROWTH BY TECHNOLOGICAL INNOVATION

THROUGH THE INDUCEMENT OF POTENTIAL REWARDS FOR THE INNOVATOR.

PATENTS ARE GOVERNMENT-GRANTED INCENTIVES THAT ARE MADE AVAILABLE

TO INNOVATORS AT LITTLE COST TO GOVERNMENT OR TO THE PEOPLE.

IT IS THE INNOVATOR THAT MUST SPEND HIS OWN MONEY IN THE

DEVELOPMENT OF THE TECHNOLOGY AND OF THE PATENT. THROUGH OUR

OWN EXPERIENCE AS PATENT COUNSELORS. WE KNOW THE COURSE OF

INNOVATION BEGINS WITH ATTEMPTS TO DETERMINE HUMAN NEEDS AND

TO SATISFY THEM THROUGH NEW SOLUTIONS THAT ARE BETTER THAN

THE
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OF TIME, INITIALLY AT HIGH RISK, WHILE HE DETERMINES THAT HIS

SOLUTION IS IN FACT VIABLE. HE NEEDS AND SEEKS PROTECTION

DURING THAT PERIOD FROM OTHERS WHO MIGHT OTHERWISE COPY HIS

EFFORTS AND MAKE HIS INVESTMENT UNWISE. HE THEN SEEKS A PERIOD

OF PROTECTION TO REAP HIS REWARD FOR THE SOLUTION HE HAS

PROVIDED AND TIlE INVESTI1ENf HE HAS CXlNI'RIBUI'ED.

THE INNOVATOR NEEDS THIS SAME KIND OF PROTECTION IN

FOREIGN MARKETS AS IN HIS DOMESTIC MARKET. LEAD TIME MAY

BE NEEDED TO ENTER AN EXISTING FOREIGN MARKET WITH A NEW

PRODUCT OR TO DEVELOP A NEW FOREIGN MARKET. IMPORTATION

INTO THE FOREIGN MARKET MAY BE THE ONLY ECONOMIC WAY OF

ENTERING OR DEVELOPING THE MARKET WITH HIS NEW PRODUCT AND

THUS A NECESSARY PRECEDENT TO INVESTMENT IN NEW INDUSI'RIAL PlANl'

IN SUCH MARKET. THE INNOVATOR IS NOT GOING TO DEVELOP DOMESTIC

OR FOREIGN MARKETS WITHOUT SOME PROTECTION FOR HIS RISK-INVESTMENT.

-25.-



THERE IS OBVIOUS DISCORD BETWEEN THE THEORY OF THE

EXISTING INTERNATIONAL PATENT SYSTEM AND THE CHANGES TO THAT

SYSTEM PROMOTED BY THE DEVELOPING COUNTRIES. BUT THERE IS A

NEED TO WORK WITHIN A NEW WORLD OF SOCIAL AND POLITICAL

COMPLEXITIES, AND POLITICALLY, SOME ACCOMMODATION IN THE

INTERNATIONAL SYSTEM MAY PERMIT A CERTAIN AMOUNT OF mlPATIBILITY

FOR THE DIFFERING SYSTEMS WITHIN A WORKABLE INTERNATIONAL

FRAMEWORK. SUCH ACCOMMODATION, HOWEVER, WILL NOT MAKE WEAK

NATIONAL PATENT SYSTEMS STRONG OR ATTRACTIVE TO FOREIGN

INNOVATORS. THEY WILL LEAD TO FURTHER EROSION OF PATENT

CONCEPTS IN THE DEVELOPING COUNTRY AND WILL DISCOURAGE TRANSFER

OF TECHNOLOGY TO THAT COUNTRY. THEY WILL BE A SET BACK TO

COMITY AMONG NATIONS IN THE INDUSTRIAL PROPERTY FIELD.

HOWEVER WELL-INTENDED, THE PROMOTORS IN THE DEVELOPING COUNTRIES

OF THESE REGRESSIVE PATENT LAWS ARE, THEY REGRETTABLY ECHO THE

UNFRIENDLY CRITICS OF THE PATENT SYSTEM ITSELF IN THE UNITED

STATES AND IN THE UNITED NATIONS WHO CAN OFFER NO ATTRACTIVE

-26~
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ALTERNATIVE WITH THETRAei!!kECbRD-OF~tiCCE§§;iJJ54i:DBftJlE -.. -,

MODERN NATldi4ll MiD iNT'HNitt6Rit~PA.TENT SYSTEMS:' '!i

PRESIDENrREAGAN, IN A 'SPEECH DELIVERED ±(l';ltE w5klD

AFFAIRS cOUNdiiUi~!iHii:AriHj~i~o~odf6~iR! 16;JL~8i: }ti~f ~HbiliJ

THE CANCUN CONFERENCE ON GLOBAL ECONOMIC DEVELOPMENT, !§~i/'b6wN;;! ",

,,'~?/",'- ' ""'-" -",,~: ':\ .":".:,':-;

THREE PILLARS ON .WlUCHACOOPERATlVE STRATEGY FoR-GLOBAL GROWTH

;':--";::\,._"",> ,"r.:::::, ..:, .. _ ',"_" """". '. "', """"",.,':\.;""'"'
TO BENEFIT BOTH DEVELOPED AND ilimERDEVELOPED COUNTRIES.

1. AN imDERSTANDING OF THE REAL MEANING OF DEVELOPMENT'-

BASED ON THE HISTORICAL EXPERIENCES OF THE SUCCESSFUL

GROWTH AND DEVELOPMENT THROUGH THE W~Rr:~, AND

3. PRACTICAL PROPOSALS FOR COOPERATIVE ACTIONS IN

COUNTRIES;

2. A DEMONSTRATE» RECORD OF iCHIEVEMENr IN ~ROMOTING

TRADE, INVESTMENT AND THE LIKE.

THAT TJlf(pl¥lfNT:'~'i~¥~~CIL~*DY SERVES AND CAN CONTINUE

TO SER~:I~§tigH;·;hlili~"J~6kgori~ERATIVE STRATEGY FOR GLOBAL

GROWTH IS WELL DOCUMENTED.

-27-



-23-

FRIEDRICK-KARL BEIE:R.~~ PROFESSOR OF u.w AT TIlE .
. -;,""'0 '1

UNIVERSITY OF MUNICH, I~.A SfEEO{.ll'l QCltlBER 1978 AT TIlE tmD

INDISPENSABLE INSTRUMENT FOR TECHNICAL, ECONOMIC AND
, ...'...,.,'.""-",.;-,"; ."', -.;' ,,-r-,: ',""',." ,-t·, ", ,"-",,'.,' -,.-'C.-" ,'_ '.--;-',_" -." ." '.',- co; .':';r."'-"" -:'."- _,"', ,-'.... _.; '\".,-'''~' .., _"', ,,~'"'' -,",' ".,,',' -"'/',: ',' ":- "-

SOCIAL PROGRESS.

W·ADAPTEI) TO NElJ DEVELOPMENTS AND THE CURRENT STATE OF

I WOULD LIKE TO CLOSE WITH ANOTHER STATE:MENr OF PROFESSOR

."TODAY MORE THAN IlEFORE.•. ALL. COUNTRH:S•.NOT O~X

CHANGING THE FOUNDATIONS OF THE PATENT SYSTEM ITSELF."
,.',-~-,. .. .

BEIER's IN THE SAME SPEECH:

-28-



-24-

EVEN THE UNITED STATES OR JAPAN OR WEST GERMANY. CAN

HAVE THE LEAD IN ALL FIELDS OF TECHNOLOGY. WITHOUT

AN INTERNATIONAL DIVISION OF LABOR· AND COLLABORATION

IN RESEARCH, DEVELOPMENT AND PRODUCTION. IT WILL NOT

BE POSSIBLE TO GUARANTEE TECHNICAL, ECONOMIC AND SOCIAL

PROGRESS IN OUR DIVIDED WORLD. AND FOR THIS PROGRESS.

PATENT PROTECTION IS NEEDED TODAY AS MUCH AS IT WAS IN

THE PAST."

THANKYOUFPR YQUR KIND. ATJ.'ENl'IW.
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ADDRESS BY:

HONORARY CHAIRMAN, MR. WARREN ANDERSON

Biographical Data:

PIPA/NOV. 4, 1981

Mr. Anderson was graduated from Colgate University in 1942 with

a Degree of AB'.~;:in:Chemi:strY;:~ He',)als'd,:,:redeived,':;.an>.LLB Degree:'

from Western Reserve University in 1956 and was admitted to the

New York Bar iri1958\' I].()okup'tocMr: Anderaon? as the prime

example of what lawyers can do at Union Carbide. Mr. Anderson

joined trni.ontCa.rbi.de 'ih\1'9A5,:',:'a:rid:;·he::·wa.s', 'elected,' a' Vice'::l'resident

of the Corporation in 1969, ~n Executive Vice President in 1973,

a Director:'iiri".T9,7-4':,':"he-., became. .Pj~.E:~sideltt"'ahd,;'Chief Operating

Officer of the Corporation in January of 1977 and he was

recently elected\ChaiI1riah;' ofthe~;'Bcfard and'. Chi'e:f::, Executive:;'

Officer effective, January I, 1982, Mr. Anderson .••

It's really a delight to be with you this morning. My role is

a simple ,0'n:e>:'.as:,y:ou::,he'ard·,:'Tom.say,~,,};I·:just'a;few words. from:

Mr. Anderson".

We are in a changing world. There has been a tremendous explos-

......m •• ion.."in 'technology. Ican~ t think, of a more 1::r-gly ,,~~·c,Lti,.!1g

in terms of scientific research and what's going on right now,

and those of us who have the b~ri~£'i't:::"'hf;/~/ ib.Q:':'b~'dk~J:"Stiri'd';" recog

nize the contribution that a Patent and Trademark Department

can make to business strategies and the success of a business

venture. In our company, this activity is very important in

putting together industrial growth, both here in the United

States and Abroad.
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MR. WARREN ANDERSON Page 2·

I wish you well in your program here for the next two days.

Have a good time too while you're here in New York City.

don I t inte:t:~cJ~i, th,,~Y r¢!qI} ~,,;l;:; ;:,P9TI1~P~~~ " ,.<t:hey,}~,pn ',;t" 5~fV~ each, c~

other and t~,~Y'5_e n(),S C~;~,to~~rs a,~~:;s;~~~~,,~5:r5 ;~re ,.;of,;:he
other; peopi:~ are, "a~d it,s -the ~-'eo'pi~-in'th~ bdsine~'~"

that' ie' ·'re'eftl§, irnportan.t. What 'you 'do wi'th' ,"yourTc'intefr-act:i:bris

here and what .you ,lye :;l:>~E?_n, Q,9ing,.-j3qr ,th;e'<:Jas_~ ,.':~,,+~-V:~I),,:¥~e~F!3'

develops re~~t~,ol}5h~I'',;;t ;I?~:.so~~l ;75~;:n~::~ip;~:,;,,~_m~.~,11~1
respect and admiration,' one f~r the 'bt:h'~r ~ 50; that some ~;f

the issues that develop can be resoJ!"efd 'pef,,];ll'e'-i""people

With that kind of interaction and that kind of mutual respect,

I think we sE!i've -"6uf:';66utitfi~'S:' :;ail'Ci:::our :domparii'e's :"v~~y'-: w'el'l

I thil}k,_T9~ \'lanted ,me 1;.q c()m~>,h,;~r7Jtls~<_~(), s_e,ew~;~,~ 1",()ll,~,' ,p~09"'7a~

and agenda ;ook like .. '~tl~ ~~ch'~~o '~~o~decf. ;I"~~der'st~nd '-"f~6m

1isteniri~thi,:imOl,riin~' thilf an'ofth&pfefpariidOri'fOr'£h±s m~ei:"

ing is- high' quality,wOrkcand is ,workwell.done. ,Al1.,thevery·

best, thank you v~ry: ,,_rrLU911.~_
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ADDRESS 'BY MR. S. S"OTOMf. (RECEIVER OF THE ";';",RD)

President,. ladies and gentlemen

Today,-,- ,I'.'"m-:invi:ted ,;t(): ,',tll~:,.:l:2t.l;L:~Annual,,Conf'~,ren,ce of ,:this

glorious""PIPA"'i.i:i<New York, and ha.v5"rec'eiv\id:the first

commendation of this ·A~soci.~'t:i.on. ~~~<'m~,t:h.iS'ist'ii,e

grea.:i;~EI,_t:":4(),:ti().~: .and,p:lEt;~,:t:l,re,:iI:l,,::~life. .:Anci,,::pm deli,ghtEtcl

to have an opportun:l.ty of v:l.s:l.t:l.ng the' fam:l.l:l.ar c:l.ty of

New York man;::timf;!~';·':l1D.d:"1:>~.ing"1/h~'-~~:~:1Iiien:'£ 'o:t'-:~arm and

fr:l.endly ADIE1);":l.C"",h"sp:l.tal:l.j;y,

I wonde,_r,!~y:,:I,\,co,\l;l9-,,:re,cf!.,i~tl,tll~, ;:c<?~e,nd8:tJon of., this

Association this tim~, because, in the United States and

Ja~:~:,_:''<:th~~e' ~f~: '~ariy: ~:ic~li~nt: Di~'mbij~s ~dmariy'people:wlib

ma,e,I:,~, ~e;~t .,:,~:ont:~ib~~~,o:II,:3 ,_;t~,1:;ht1 progr~fls "of thE!; __,Indus,trial

Property: System. ,Compared\"w1th ,their-'outst-and.irig achjj~ve'

'men:t,--'whatI --have done seems -to be insignf£icarit. tn\~pi-:te

of that, I was elected a prize winner. I think this is a

token of your warm friendship and kind consideration to the

oldest person.

In my life, it was the greatest pleasure and luck to have

been able to have the most many excellent and familiar

friends in this country. And, at the same time, It m extremely

sorry that I lost two good friends, John Clark and John

Shipman, who were devoting themselves to the activities of

PIPA and the :l.ndustr:l.al property
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It is o,wrng<:th' my'Aine'r±can:-f'r±ends:,,~,W1.th::Mhdm,"I-::.be.c:ame:'

familiar '.af,ter,:the: :'wa:r that\:I .beoame .i.,'±nt-,e;re~,t:_e,d in.>:the

vec-Loue-. mat"ters:!:on, :.the> 'Irtd~~tri'8;.f; -':P-rop:e:rty; \,.Sy:s'te~ and :".o,auld;: <,"

Laar-n-b.ow it:o:~':Wi-th:,',regard'there:t~o'-. ."~Esp:ec'.i·al,ly:,y w:henLI" span-t,y

six.<-

Depaz-bmenf "'of"",:S:t a::t:es:'f';,:I' Jlrado-e.xpe.r-Lencea .- s;tr6ng;~enough_,:~to,:?,: ',-,;'

de,cid'e:,:,:"the 'course b,:f}my -,life.>''.; -Therej;:::<E: s:8.w the: P,e,ORIe: ",go

on making ,cef:-f'o'r.:t's for: the: :::pro,gxe's s' and :-:the' q.'~velopmeni;, of'

their' "bot.U1ti'y:,";~and; in' ,;'_the~;\,:Ijfe;1:t;';:the, iexiTst-en:ce,'-,:.of,· ..t,he

piort'eer::::s:lfiri,t :<wh±:ch :ithe,:p.:eop':!'e :.:have :had,,';con~:±s,tei1t:.ly'·>s!inCJ3:)

the f'oundin-grcof,! th:e:-',','dount-z-y:. :;'Ari.d,,):~: W;,as'">mos::t D±mpres'sed':>by

the sitifa:tion',that'>the CCIttdtfs,t'ria1 ',Prope,rty <System 'Was CCp1:aying

one "(j.f' ::th,e'i :mO'$-t::d:mportan~t; ro'l'es:::,to support· the \de!:v.e1'opment:<:o·f'··':"

thei Uni,t'ed" Stat'e"<.

Since I .returned home, I have been devoting myself to giving

the true' -'±ll'fornfatd/on'" Cill'-':::,tne :':p-atent';:;a:aminf~it'ratjj6n ;1j:'l:L';;·theL::~ :.'

U~."n':S~~::;:'\,t'() :~the" i.I;'ap"art'e's:e ".'government carfd u"Q.he industria:lLeo cdse ty",: -: '.'

and:,::at ,:the\'~;f{ame:c:t':i:Dfel tcfL'improv-:lng:::;the:':c'old'system of the;' ..;,

patetit-, ·:bus::ineS.'fPchciviIig:rbeen carri:fi3'd.: out ':"i,n ;'J,apanes e,:!'enter.;;o

pris es~t' 'by,_emeane. :::o~f ~:;the knowledgti",':I ';'1:earne-d·';;f'rom:::'ydtir,'>c-ountry.

I dontt say whether Japanese patent administration has been

modernized and rationalized or not thereafte::'".because

know it very well. But, I think, sup~o~in~ ~apanese patent

administration has made some progress, it is all owin~ to
;: <':

your guidance and instruction.
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Today t the',::Internatd.'ona]: .',Xndlis,t,r±cil rProp.arty '~Y5teID:\:h'aa

ays"tam .'and,the' prac't·ica'l: .uee ..thereof: wh±qh:'have":":been:main';,;;,,:< .

tain'ed ,for -some'-:huridre'd"y.e'arif by ::itheT ±ndef'a:tig~'ble;'.aee Ldud. ty3.

among"the'advanc.ed, .coun-eedee-aeee. :'now: ;:f'aced:: .by. ;.the;: :graves t.\

diffi~ultyd.u its history;•• ·-Abovea:n, '·if:the basic ·.propo'sal"

will" surely 'bring,down,.,ruin"onthe·patent. system. ,'Eyenif

propos,,,,l,. "it "ols.qui1;e ',p%10bable that' t,h'ecomproolis e, ,will,

li.ke to say that we should not back down on "t.hi:so;:,.p.ro:b:l:e:m·;;by, ."

any means.

I think ,that "the, -t!nitsd,.States ,and ,Japan hav;e "an ,equal-, ',T','

and that we ~ave common,::,inter,est.s.'" ::80,,· J; :-::,t;htnk:-,,:PI,Pk.:-h,asyc;::to,'·, ',',

,1;0 ,surmount ,the 'gravest, difficulty on, th'is,paten,t "syste,m.-

I wish eagerly that the Association will be more prosperous,

go~~\through this hard period, and it will develop as the

body to promote:frlendship &idunderstanding between the

United S'tates and Japan.

I thank you again from the bottom of

kindness and friendship given tome.
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.. ,c;lpsing Add:r-ess

Koichi Ona
President of Japanese Group

The end-__bf,:,th:Ls':) c.ongres:s is coming:.•"In,L!.1:h.e,_se--: tprJ~~),_9ay:,s:-, ~W~

have,cle'arne'g,+ muchui ,and::::we:.,ha:ve--'

On'behal'f:"of",the':Japanese: Group :andy.:fo:r-, myself""r ,should' .

express,'. ournappzec l at-Lon :to:.'D,ur;',:ho.s:ts.: and, d:f::ficeJ:,s;',who_ -made

arrancement; o-f:·:",thi-l? .conqnesa. .Ln .a,:·:rndst,-, dignified:.' atimo spneee-,

My fe'Ed,ings':-at:: thi:s ,mom'ent::::a:re,- t.oo.. deep:: fo:r )nef,to _,find:,: ,put.. -,

adequat.e.. words....: "1::, hope-.tihat, ,the':; ·,act-iviti:e'g? .ofi. .our. :a:'SiSOqi,.::;:;;:;,,·

a tion.w·i:ll,-continue .t.o -:g:;row:: and ,that .you. Mi:l';1::; .cont.Lnue, :,to',"

give. ,-itct'ive': cooper-a 'td-on.. co.. ,'.,this) aasocLat.Lon.

'And-;-:; T" hope we: .are.. rne.eti'ng:' ,aga'i-n -acmewhez-e., i'n ':J:ap:an):::'c,s:omet-ime

in next:-;falT>'~

Thank.' y.o,u:,veryJmuch, 'all .of you'-"good;luck,:and,.good",bye:;
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Gerald J. Mossinghoff, Commissl'on'e'r\ df:PE(teI1ts and Trademarks
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Electrical ,Engi'rie'e"rlri'q ,""195'7 from" St~- Louis':)Universi ty,,;and it

JurisdoCtorateDeg:r'ee'·with Honors in.:'T961,:, -fr.om. 'George,; Wa'shili.gton--.'

University; 'FroIIi'19$7' and' 1961)rhe was 'a 'PatentExaminer, in the'

u. S. paten:t,; "and Trademark Office. He.:ent~red pr-ivatelaw'

pract.LcevLrr :-S't:':. LQutsiIi 19Bt':- and return'ed-::,:to the: Pa.t.errt.: and

Trademark:'O£:fice.::iri::1966: ,tb/,:serve'~''irs D:irector'~ of Legis-latijre'::
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serving as NASA IS DeputyLGener-aL counseL. when-.he ;;was' named.oby

Pr-e a.Ldentr-Reaqan.vaa iCbmmi's's·i:one'r or'::;·!P;at.ent:s:~ He: took :the-; oat.h: of

that office on July 8, 1981. He has served as a member Of· the

U.S. Delegation' to the United Nations On the peaceful· useS oj>

outer space and he is a Founder and Chairman of the American

Instituteof'Aeronautics'and Astronautics Technical Committee on

legal aspects of Aeronautics and Astronautics and he is the

author of a 'monthly column entitled "A Lawyer's Space" in the

Journal of Astronautics and Aeronautics. He has received NASA's

Exceptional Service Medal awarded in 1972, its Distinguished

Services Medal in 1980, and its Medal for Outstanding Leadership

in 1981. In 1980 he was also accorded the Presidential rank of

Meritorious Executive in the Senior Executive Service.
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I am delighteil to be "your pi,,":lunch'eon sp"akei today 'at this

:{';hOp~; thf's""t:'ti'pT:s:- m:6re":~sti6:cres:'s'f\lr 'fhari th~'- tfTp-"[I

Patentrskiw:A"ss'Obiattbh Lri' 'W,fsn'in'gt.6n:', -]j:iC'.Xr-'>'Ii,::,'fef€\Jith :{tHe:"

AdmfhT~t,r'Eft:br fOf' NASA'/: ..it his'i in\T1,t.a:t'iOri.", "t'6-;':go t.6:CEip@' c.'a.:ri'a\Te-ra'f"-""

and watch the 'lOn-launch of' '-Shuttle; :rI.' At "the 'American Pat'ent

Law Assd"c'iat·i'Orf'me;efi.'ng":i'nWi:ishI'ri:gfdhi>:t gave:"a "spei'eY:h '\:;hj:'"cH":r:"'"

have nee;ri-,i'~oi:kiiig oh:";:bvfdr':'th~; l~sf:":ri\ine ''it\Ori.'fh':-s ~ t: ~-I't~';:-f'~ spe'~Cli-:,)

that outlines' the' strong 'support of this 'Administratfon' for'the"

Patent a~rid ':itradginetik: <~ys'fEims'/~)"and'ft~':'liiis ;'shIne: ;~!v'~-'E'!/ cfeftig}{tfti:f::

parts in' it' for the Patent Bai and fbi industiy. 'At 'die erid of

the '::s-pee'ctr;~I::-:·Irictf6a.te:d::'wl'fa:t 'the -'I:)rbj~bfe'&'::h~W:'p~f:enf' 'afld

trademifrk: "fe'es:" 'woul'cf' "-b\::{~:;

Because' of the timing"'(I gave'the speed\., 'finis'he',f it'"al:!out '2,30 "
''"'''''''''''''''' _'", ",,',, _"" ,:', "',, ,''- ''', ;', ,,", ''', ' _i ,,', /," """ ,:''- ';", ,',' .,C --'~ ,::; ,:,,; ,'",,", ", ":' :',',":,\: "', ,:": ",_': ---r nin Washin'gton',' and"'l'ef:t'-immediate'lyfor' Cape Canave'ral):,·,"some

people:' abcus'ednle<bf::":~~f1v±irg:"'fh"e "sp~'eCfi", c'cinnoun'c''iii~i fh'~ i1€Nr:'fi;l~s; ",'

and"'g'ett'i'ng 'out::':b:i' tbwri:ci~'->fa~:f' as:' ;fc:':C6uicf~} ~s <~?6J '" 8ari~:isf:i€l',-- f" ~'f{i;

stilr:6ut'bi-,'t:b~ri-~' :f:':a6-:'n'6'i knb:W~hai 'the" re'actioh' to fh~::';'ti~-tJ

fee 's'trh'ctUfe'is broU'ghtCdpi~:s;bt''Eh~'t '::iid'd:'r~ss '\~it:fi rrig~i.

SinCe:tha:tad~dre~s tbdk"roe"j'--tri: a::ie'~'l:senE{e', -'tl-':i'iJ.'e -Cmoilths"

prepare', 'I obvioUs-iy:,'::(t':i~d;'rlb~'-:"h'e_v:et'imEr"tc{p"r:~pa:r~;an(;-'tRe;~i Bn~':~'

between 'tue'sday' and today. "8'0 I d'i.d bring th'at 'speech with

and it- will be available on the 'back table.

Let me"<'bfl.e'fly'>Qufl'rhe" :--ib'k (ycn.i';i:Wi-ia~':;th'i S' ::Adrti:iti'j?s~£a tIBW: i 5 '\j'giri'~ ':~ ",: '

to revitalize the patent and trademark systems. First; and
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Offic.e;. 'c,09P ::,:q~igH, who,:-:haSic11~p.(a; dis~:~P9,~,iS,1l~d ca.reex as: ~a;tent

Counsel qJ:.::-Ph:~!l,..ips.getrq~,~,q.~" ,.w:c:iP';-s~O:r::J1::'i,in, :a :~'re:tek jagQ; -as .t.he

Dep~ty,,)9,.PIJl1!l,is,,~J,q.n~l:'.' Rene :+\Etg:t::~~'Y~:r;i'; \\!P.9pt. :,lllp~t'>9,;f: you ~pq¥:'r:" has. :.-,:

pe r fozmed ,;s~Pl?;JJ:~Y:.as, ;Ass i-s t ant; CPmrni,s~:do,n~r-;:fp:r_;Pat:19!ltp!.,:

abso~"t~,~y <;l~lighj:fulpe,rspp"Sp~ ;;i-s dypamip. and de,;Ligl1tfu~.1::0

work,.\,'lith .:,,!n?- :"x~rY:;~:f,:f,E!9;t:~ye, .,ip, her cjob•. ·-We, .have :q=Ferl::t~y

appoint~q. '} Ci',,::'{~ry', !?rj,ght,"gpve:.I:'l1plE:~,n t :',~?feq~};AY)E1,:,,/- ,)~:t;fip.:j~H:.tr~,r F? P,-,

As sistan,t,CqH~miss,i6~~,:S:_-j:l;9;f·",F;in~n,ce:_,~_n~: ,)?}.aIH1Jng:•.-', '~11 ,,~~:rn:,:. ~;r-ad;

has appoint~id,:one"p~;."th,~,:pef:;;1?,·.J:>.lld:g;~)t .p.:f;f~F;~F_p L:i,P' ·~9,Y:E:!!nrn,el1}:-I,,;,:.;:r:;i~

Lyrioh , as the Budget Officer of the Pa t errt. Office., ,B~J;L!"ve,.l"!",,"

based on my experience in government, when you want to get

• 'M sometl1ipg .dppe, you ,get it dope, througl1 ,the -budget ... '
' .. '.. :' •• ' : .. :'.. " __CO".' ... : ,i. 'U'::',.•. ,,,, ..'. :.,,'...C '''''. ,,"')'" 'C.: -....' _,,'.. _.~ "...' .'. r :.-, __ .'. ," ":•.,

wants 'tP,-,)~e~f?:xq':l;, ·:/tFe~; g;,y:~,t)n:g" -}SOIIt~:t}}:~!}g;:; ;;Bpn~!.~,::.::t:h~X' accomp L~;~n,

thatti)"o"gi) the, I;>1,lOget •. spwe,;h",xe!,!ork~¢lv,,,ry:..hazd ;to ,ge:t a,

st"()Pg b1,l,oget"olf,ia!" .Ln the Pat.errt; and,Traoemark; Office, ..We,have

Dick 9.~a,km?'I1' ,Who, .Ls our 1\.,ss,is:t"q.I1,;t .commis s i.onex for.. ~9-roiItis;t:ra-

-t.Lon , Let I,Ue !:),.ay:: ~J.,wo'r,d about (F'1~f;e:,;:Ki;r-k.'!'JYR-~m.:I\}ost; ;~~f:Y.RE;J~J1Py{-:.

Mike has __been "q,~_:;aI.1sl}qr around !~p.iph" iryterp?it:A9P;al:,:pp:~.~.q,yin,:th~__

area Of ,.ga~Cf,~t~\",~nq,·,t!:~p:~mif-Fks P:a,s :·;r:.~XP~:YE7P. i~)~¥r r.:t;h7::_:P}tP:t: ,sev.erp-.l

yea r ss, }:,«1" v~o;XAel,ig!).t"dth",t ;tj1e I''i~side,!rt o;e9e,p.tlyascorclt'9.;

Mil>~ tl1e same honor that J, '"",9,$, ¢If',U,gl1,\;,,,,d ,;te? "g,,,L\;'!'!R;)'""'0;s, ,"",:' '"

thr€!.~. ::Pe:,pc:p~:tIJ!~Ht. ,-9"f:: __>c;9~~-:r:ce:, ;O:~fi.q.~pJs;(,~o .horioz.ed-r. ,W~ \,a:r.18'i.y'ftFYc,,··

proud of.l1im.
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When I,;was. cons.ide_red,.;fpr,_~a;pppintmenta,s:;Go~rnissi9ner,:of. J?,atents i".,-'
" _._ .. ,.' ••,.. • •• _, _0',_ ":', ,', '" _,,' "" •••• ' ... , .. "',,': ' : ._.... '.. ',,_ ,'.. ", .c. .~' ...'....'. :>""'" ., ....._ .. '. ,L .:. h _•• , _,_. •__• ;,... '.... 'J " .... '., ... ,.; ".

I had a ,:,l<;tyr, ,q+,E~,r}~:~:t:: 't:t;l,e.-,\Na,tJqn~1:,-~~.r9:t:l~~lfti_9,§,->,~n9d§Pa.:8e

been w,~i,t,t_e~It_, .on 't:~~ nit_ra.de~.a;,:r;-15,,')Clnd :P9:t~£.t::::;s¥~t,~ms_~- ';,)X91.1:·':?lr~ :;~ s::;.i\

proJ;:l,~b~:y}~_;,+:;a~i~J,~~F;-;Y,~:th-::,~.~(?;~,_~<::art:,~c!;y:~~_-" .. :,:t:h~Y;:-:Pt9:f!l;n(;i ~@d,-:::: ~f'LSt,-::, ~9J qcp::

minute show. put; .on ::bY,-N~C ,-~ag_a~::i;.l1efi ,,~a;.~ass<I!).~q.:i.a" E?hOWi"which ¥q§.. :... ,-- '.,. , .:, _. ".: ',..'.- ',.' \ ...' ,. ".' , .' ~,-' .. --.- ,.:. ,- , ..'. ',' ,', ...'..... '.;... , '. " '".- -.:' .... " ,..' .'. -- .:.,.,,,,,, .,.,"--' ,,""

entitled either appropriately 'or inappropriately, liThe Great

Patent"~ip",OU'',.,,,"J!1; ",dE','::,r;i"q ,1;h""stat,,, "(),~ ,,,:the,, PaJ;"nt, and, '

Tre;tp.,emark ,Pf.fice, i·ts,eIf.. , and ... its.",lack ,--.of ,,,pe,rsonne.l ,."and,' resourc~s, .. ' "', ". y'" ',--, ',,' ...." ,...; ).'-'." __ ......,.' ',". ,.- ".',,,,'." .... '"",-,' ," ..,. '.''-'' .... n' ",' "" c, '.... ", ,,'.-' ..,. ..

t.ovhand.Le ,·~nc,?,tp,iIt9',,:,:;,~q__~,~.,~, 1-1+ :'c,r,it.i.zed.f':th~:.,up:c~~tp,;i.;nties:" t!iat,,'

patent owner.s "and ~,their",cqmpetitof,s"face" in, lengtl'¥;',and, ('"stl¥;",-, ,c, "__ ' ....' ", '·.c" -','.'.'.-' ,..... ". __ '.'"'' '-' .''- . ,.,- v· '" .J' __' """ ',' .__ d._.. _. .-:: "'" ,.. ..',,, '.'.' .. .-. ., ". ',-" " ....."~,

patent litigatip~", :It )cr~)ticizeq :th"'J?"tch",()r,k(o~',(:Law".end.

regu:L,,1;,iOi"p, "thr;qugh,O\,l,t, loll,'" ",26 "g,,,nqie,, "qf "goverIlm"nt,1;!Jgt",apP:lYc',

to Fed",r,,:l ;:patent ,policy ,)"nd ,to"th" ,:g:l:l()C"t~9"j 9f (,r igh,ts,t9,cC',

inY:E:'!,p-,:t;iqI;l,s, c:;r:"__~S,N·),·:~in,g,,,)~,~p~ ,,>t:h~ :::y iii's):~ .}E:!~PE?:Qd ~t;u~E? § \-;of ":t;.11~ .:Q:n:.i~~d·:

States 'Gqy~+.nmE?I'!-t'j,i.-n, IJE?;l?,E:}%~lClt ::Cl,nd.,::de.yJe·lop:qt~Dt~);-,;:- j~ .C~'-7

"" ..:..

In response to those criticisms, we are now actively pursuing a

four-:ps?i;J},t p:-~,aD:\:')t::q,.:impr::.Q:-y~).::.;l;;h_~' ~~~;t.el1t;,:,:)~Qq ':roI:i:i.d~~a:tik:,.c.Qff:LG!?':t and-, "

the pCl:,t~n:t::, c:i'J::ld:::t:~;~,4,eIJl,.Cl;:t:"~k:-:~?Y}3,t;,e,ms,... 'l;':l:l:e nl}}9I?t"";f?:i;gl'l,i:i: i~;s;n:t:: P.;i:rt":.'-"fr.oIn'/'

our po i.rrt, 9,:t:':uy\iE-l~.;__;tthc:y?"e "'Pi:· -us -:.-il1vq;J.,YE?q.::::.in,.;·r\llJ.p.:i,.qgs: th!p:: I>9-ten:t,.~and..

Trademark q~f~:5~,9,.e') n:,\,cq:Qqe;rI}-s,' ,,:~n1P,rQ.y~m~.nts, j.;.l1-,::th~:;O:fjZ.t,c:~: .i:tse1f:" ri

Last year ,:,w~,:);:~qe,:iy:c:;::d~::-,m9xe .':''th.,i:i.:g 1.::Q;7;·(0 0;0: pateQ:tr"applica:ti.o:t1.s"i::::_ but"..,··-· ,.

were ~.able",t(),qi,sp()se"of':"l:>9ut"20"000f':,,wef,,applications', So las,t'·,

year th",.2 0,7,<'0.° O,bac~log, ;()f ,peIldif\g,patel)t,app 1 i cationS', Ln.. ,the;;·;,

Offip,e. inccf"",s,ep,bY.rf;'O ,00,0., That "i's .,p"rhaps lohe2most ,dis,turbing':

part of the backlog. 207,000 pending applications is manageable,
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but'::;ncH:>'when "~I t: is' iric!fe'as'ing. .'"t't:::T~ <11i'2hl'age~bte'i'6bJ:y 'elf' it'/'l~

decreasing. '--'On t.hE{;trad~rriafks;s·:t:de~' (:rasf:-~:yeViii we' r'e'6~:lv~d-,j'55:', f5;i

appliced:io±i§; an Jrricreas'e' 6'f<'ah6'tit6%': over: ''the:-':pr"ev£bu"s~Yyecir'/

-- 48,OOO'trademark

a pp1i&aiions r·>:br iiigrrig::"'ouf'h'acklo-g iri-'Maf'ga.:fEit 'itetl':frencei '::5' ':'2ire'ct:

116,006 pendfng':'tradeftlark :regis'traf±6ib3'j"C"2a ~-"t~'c6'r:d-high~;

To begin to::'f>I~ovfdEF;the('lre ~bufde's:::td (:'turB-.!:.Efie,;:,-"s ftiua ti'dd C:afch.i'ndf~: 

the Patent' and Trademark'OtfiC'e "ispetl1aps"tfiJ "Only' agEiiiCy :'6n"the ",

civilian,,:,~:tde -'6f:';gCrveffimenfr;t:ha'£:··'Jdttia:ll~i req\ie's'te'd' <in";::fricr:~..i!s:e'-

in the J Reagafi.' AdiTiiriis€ta fiori 1-'6 "'budg~t':;£haf' :we'ri...frLto r'CBng'ie's'ff ''on

September'30 c" , i EverY'otl1@r'agen6y ,iliffe'red 'at ileast"a'f2t'

across'.:.:;the;;;board·"'cut:' ")Tne 'tpatetie -:and Tfaderitark(:o'ffIc'E/:ir~'ce'i\red'

an increase::':, of'.'>.:! :S"fui Ilion-~;doi]ja:fs":;'t6'be' :":able'~tdchi'fe' ,',:2'3'5,i.'ri'e\\i'

is about a 20% increase.

Since::;I; first' came;':,tb::'the' Pa:teri'-t' arid' Tf'adefu'a,rk!!:dff-~ce;·::j~li Ma.:r6li!,

even'," prior:', to 'my>corlt irrncltibn ';'b)F the' S'eri"a"fe an'd':;':ci.p'po-iri>tm'ent' by:'-'

the: -Presiderit;~',<weFbegari 'to ,!:d@'f;iile·The "goal's -:Vie\"wduld'·i'p'ui,sue' ,"

du r i.nq: .this '. Adfnin1'stratidn. "Irf::-(;he ":pif~ent' ,',sTde<:we ;hii'v,~ >a"

SecretariaL comrnitrnenti/,::;arid we'Ujus't abou t; '::hav'e )",iri' "O'ffi:ce "of

r.1CitlCig,ernE!n t and- Btidget::i<:tominitrnen£' P::itd':;:pur'E;:u'e'- ,,2L,'.'g6'aT';j;;,'lifcri'wear'e

tid".of"the'increasing backLoq , "but to' r'educe "the'baeRlog'so that'
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by '1_98~7~ the ,ayerage time i t:·,takes t.o. get a, patent ,will be 18

I had a':~;s'om:_e:what:Idi;ff-iculit':r;:t.im,e- convi.nci.nq :Se_~:re"ta,-I'Y Baldri;g,e"i.

who I belie'le:C:v,i'11 i,be> r emember edvas- 0It.e ,'of- -t.he most e,:t:f.e(~:tiye

Secxetarj:e:~ -.of -Cotmnerce>;:- t:h-a:t,18IR:7 ;:was- £",a ·:-..gqqd 'plan ...,:,"! 'He:.w1;'l))1;e"d;-

to know 'why it couLdnvt,••. be18184'ito d1'>creas.e that.·,time. of

pendency three years earlier. I had to exp Laisn uthat,Lthere ',a-:t'e ;'a; :C"

lot of built in delays in the system, and this was very painful

for me:~i_c:b.e'_cause'·-1 .do .:TIo:b li'ke' del.ays.

I explained; to: hirn':that>w:hen"paterit-examine.rs- are 'first:::-hired·'i·'·

they are relatively inexperienced and they do not'produce:the0way.

they do after they are in the Office three or four years.

Exantiners.' ;';:are: on-what-·:y:ou ,,',wGJ-u'1.:d:r.efe,r ,,:,tnr:;as a; pretty i,'steep

learning curveibhed.r Lfirs,t' yeacroi.n the,JOff,ic'e

Finally>,',' '-patent" app lica'tion'sS::t'ake a:'t'certain>amountf of':,:.,:time::'to';,:,',

process, deperidilng con :;what':,your: c:lverage:-:time<,;,is;~::'":,!:f;::yotl:t":'aver:ag'e":-5J

time of processing is'. as</it.:i:stnow',:'23.fmonths'j thendwheh::)w-e get::"if-,>."

I also \explainedtohim'that the .patent.'applicatioI)'backlog. was"

not steady-,sta.te. It accue l l.y-was- increasing,,',so,thei first' thing

we had ':~to .do 'befdre:,"w.e,:cdlild' dec,:t.ease':;:the;)tini.e'~::'woi.lldbe:::;,.to i:s,t6p

the momentum :,tha't -is gc:ring;,'i'n -:the'!.:wirong<direction'::now!~:,', 'We/)rnust'~--

stem the tide of the 20,000 additional cases put into the backlog

each yee'r.,' /'
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patent appH!cat±oh <it <is goihg to tak\;,<'alJbut , that 'length or' tirme '<'

to dispose of ~he application. So, after a very long meeting

with the Secretary, probably my longest meeting, I convinced him

that 18/84 'was' nOtia"gOod .plian',' Tt wasndt"a, i6ost' benef'icia1'

p1an.n:'would' recjuire<hiring, isomething"'like 800 'patent"

examiIi'er-s", Lnt.he ::ne'x:t ':yea~r -and' a -h~iirf,~'ana:: to' .do: that '"is ''jolist--.not;: .

efficient ~rfiaIlagemeIi,t!~ Sec-re:tciry Bal'd'r-Hie ',agr'e'ed j,·1.ith .us ',ahd

cornrnitted to' ipIan ii18/8T!

On the trademark side, we are commdt.ced. ~·:fd' wha,t (we :!are' ;'r'ef:e'rr,ing

to as Plan 3/13, that is, that by 1985 we will issue first

actions ;,in three .morrbhs .rarid :rre'g1s'ter ,::the::;appl:ica:tion-: in an' -. ;.;, ~ q>

average iof13':months;

the Patent and Trademar,k.;'Office';: ;-~We ~mow' have- a ',:fa:Hc:ly:

sophisticated system supported by a Burroughs computer, though we

have pLans.. to: :repl<ace :;that; ;".computer, in twO::~year's ·:hecaus·:e: _;w~::",wi:lT t:

have . satUratedd.ts<capacity"'By J,une;; 'I.hope thatsy,s,temi! both

onthe.-.patent ahd,thec:.tradelliarki'.sides; wi1'ltrack, ,thed16w' of

almostu,2 a ai, a a O-...pi.eces.. of_paper"f lowing ,through theiOff:ice,,'

On the patent side, the system is referred to as PALM, wh.i.ch.v

stands ~QrPat~nt~ppJiG~tiQnLQGatQr,~ndMQnitor,andon the
.'

Reg~stxa;tiOX'l.::·.~pplicationmMonit:oriIi.g. sys.cem , :-::·,Both 1:0.£ i.tho,sE.)

syst.emsshould"be:)1p and.ronr.Li.rie .bye -nextifapni.nq ,
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conq.res s"'vgave .usra .iuri,.±que 'bpporttini.ty. ;1'et'gb CD"ede:nilier, (:,:~in <eriact::L11}]

Public I,aw 96~'5,17',,',,wh'ich I, believe 'you, have 'heard':about. Section',

9 of publ;iei 1;a"196",5117 '"e quit,es 'theip'at",rit i and :Tiraq,emark 'Offj;ce

to prep-are-=~ 'a:: tWC:'yea-r" repd'r-t:":to' COri'gr'es:'s'c""on:c:;ways cof:":automcrtirig',c

the Patent and'~-:;T,radertidrk O;f'fic~r :to-get;her<:wi,th a .p'Lan -for',-iaction'-~:-

The first draft of that plan, 13 months ahead of time I am proud

to say:,!was'd,i!<str;ibuted', to/the;;Tn,fdrmation'i'RebrievalCommittee' of'

the"<A:me:r:id-an ,p'at-e:nb :eDaw' iAssoc:ia:ti'oni • ()::)The ":p:lan,zi:s ~:av'ci:i,L,able'-Dto

anyone 'whO>,warft:s i,itL;-i e'i:th"e"r' 'by ;wribing: t'c;. me cori.by:' writjmgi tio

Brad/Rutheri in/;the Offiee ,. 'ltXis'a 'very;g'C1C1d first ;dr<iftU

Clearlyx/?!i:t cwllJ./"'requi:rEf', -:sbm'e-; ie;fi±:nverne:n:t I,:'sortte: :::ne'w Dthinkirtg; Some

change's';': but; I: )think'we ~'are1 vJ?lry ;rrMch;<,ahe"ad;"6'f.(,it'ime ':'or1' the'r,draft,;

Our p Lan'cF' "whidh ,::m'''-ha:\7'ef, c;'anrf-btirt'(j'etd' preVi'o'Ul:fl :y:,:~:jl:s :;:;1::i'c)'::::'depend: jon c

those "pe-opl:e'\irt:- the':'pr~iV"ate' cfrtQ"j'ir{t'e;rnifl7>i6naJ:" sect6rs :who :)are "

inter"St"d "in iithei patJe nt'i8'ndi;Trad'emat]<":Of'f;ice' to he'Ip ',uS'perfect

the plan. The automation plan is availabTe';:<'-and <we: do,/waift., your-ere:::')

comments. We solicit your comments individually and also those

of your- -c6:rpdra::tib'n"o-r :::your::;a:S:'soc ia,t1:arl~'

This September w'e;8'wardedi:a ':$5<75; ,OOO;icontractto;put 3"0 'terminals'"

in t.he thand's :df:::~the' ':Patertt ;;,;Exami-her:S~~"; '::ThO::fe t'ermiriciIE(':w:tTr:::be"

connect.edr'cc' e6l1'-'of" ;th'e ;"cornmerdi"cil1y:a:vai:labTe<:'c'fata ':'bases iri,:Sthe'-"-:'-'~"

paten t f ie Id:;::i:in:~Ttidfrig: th'e'':~Pe:rg-artlbrl:~'Vid-eop'a't sie'il'rch~";;t.lie:'

IFI/Plenum~ systenf'CaHed ,cClaims;' and tbe oerwent JWC1tTdCPatent'

Index. -u'he iJdea :':here" ,;~r!i 'tc)'.:~:irfvo]j.v€fc:.the~ exam:tnef<~ ':'~'iri :mov~'s")toward \: ..

autorriabio.h-';c',"c' rt" "is;':cib~t),TliteIy:; c::1iear':"t'6:;~me:':tha-ecii!f;:we ',we're ,:::t8

dev i se ::'cF ,"~sy:$'terri '6ff;~'1 :Lri'e" ~:f·:tDIn ':,t-h'~~<'e"xa.ri{jJlier Ef / wn'e'n :we: dec fdEkr lEBa€;[ -:
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the system, was:.i.perf'ec.b,;,and':-:handed: ·it' -··to ,-;;the, examdne r.s., -:;:±,t ':wo.uld,

be,-',a:.':tot-a'l f a i.Lur-e , ;::W:h'at,-' ,we: IDUS·t .do. 'is; ge:tth.e,\'.exami.ne'ns

involved ,), in >:using ,thi s -_equipme,nt i,' perhaps; ;:expeximenting:' w-i;thif- .

separCiting,,,search, from- e xami.n atzi.ons: and _,b,e.gp:n: t,o'.',get·,\,aj r-eac.t.don

fromcthe -peopLe that a:regoing'to,be, ,usirtg, this"sy,stem'., ,

On ':,July:-Jl, T·'_signed,'Janr;ag-re,ement; '.::wdrth·,·-MeaO> D,at-a,;:Ge,nt:ral ;;,cWhi,qh

will enabLespat.ent. ;,c6xamiIl,e:r::s:Lto .use :::bh.e:,-L,e)(:isi.,;:t:ermi:n'a-lr. ",T"ido" not),'

know how many: 0.£' YO,u ':;:in:~:thi:s room-a:r,e ',:fam,i1ii;-c{:r,; w:i:t;:h,,·,th,e;-, .Lexd.s

system. It'c".isL.a ';:Ve.ry sophis,-t:icated::legal ,s.~,c;tJ:',Gh;) s-y~sb~IT( cqropJ:'.i·,se,o.,,,

of the leg"li; d"t"p"ses;"in.the;;:):1n,ited St"tes,"nd .s9m~.:for~ign'

ones ~. Underc' our "cqqpe.r:atiy:e: ;:ag;r.eement::j}' ].~eJHl .nata~:~i:lli put;. Lnuo, :", e.. ._

Lexis 50::,,00:,0. ;;J?,9-:t:e!},ts '4n "s'~~~ s,,~r;eas:;';' prp,y,iilE;!;,:',t.eJ::'roicJ1.a1;S rd::n:: .'.'thqsec;

areas, ,,!qI1dc:9.QnqlJ.c::I::-,'.-ct' OI}~(Y,~a.':r:.i'.':~:q:J1; 'tc;:~;t. s~J~:r:.ch::(,:tQ,"',s:eE!! ,MI1,a:t:ic:.:f:;he

A very interesting element of;·c)t::bi,;Ei;-.e,~:pe.ri;me.Il:t::J·s :that-,":M,eao.::DCi-ta-·,' 'rc.

is interested in loading these U.S. patents into its system to be

ab Le __ ,_to,:ql:':E3ate. a .capabi:l.i,::ty rNl1i~h ·'-it,' .oan cth.!=,n, -mar.ket; to, ::the' ,

patentc:pr9~~ss:i,orl_ b.ot;h LnsLdc a.Il.4: 'OMt:s.,i.Ci~,::tlle.:';~U:. S::":',JPa,ten;t:,t.a,n.¢l

TraqeIt:lar:~ Q;f$~9.e.. ,:S,eQ()l)..9:lcY,,: '~ea_q ·Q.:a.~a:;,::Y:i:e.:w.,s ::::t;:b:is.:,':a~:r Ja; s;tep-

towards elec,t:r;ont;c pu,b);,j",Ei,:Q.i,:I:lg-':of :'::$9.~en:t:ific::: and ::·t,e.qhll'ic,a:l!

informgt-!9B ,':g~J1~~a1.-!Y;~' -9,Il~(:9.f; 1;;);:1e.:, q:r::JJ;::ke;.-i;ro!?,,':,:Q.,:f; ;;·the; :Qi~;:S,"';;_ p.ClJ~~rft,;

patent 15ys~e~~h :,:.t~s:tha:~.;"ithe;;,:sYI?,t~m:'~-i,s.:de'5.-i,:gu.e.o.: :for,ithe,' peopLe >iR-'J

the :8~Ot:~,;;.~~,qI'l (;il,1d }~.9:t ~q ':J:!?;l?:lfY,!?,:;,:-teql1IJ,o+P9:i,';st,f?:,,:: ;'.scie:nt,is:t~s' .and
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engil1~_e:r:g:-.. This moy~ of ,_~l1_e~/,!'ie:~<jo Da:t:_a,;~J?~pp~e l:l~in,~ p,~;~etl;~Jj;;"tn,

Lexis- .as a first step; ,towa.:sc1,~el_~f:tr:qni_9:;:publ~;s1ti,n.9' t,s ,.,qlE~;'CiXJY a

In September, we a.1soawarded a $350.,000 cpntra.cttq.a.small

business concern in Arlington, Virginia, called ABA Incorporate~~,

Under that system terminals at the 37 U.S. Patent Depository

Libr:a,r:L~_s:;t:Jla;t::;,_,Ci-;r;~;:,es_tab)Jsl:l_ed,in: 2;5 :l?:tia_~Ef;e,' __ "'{.~j~l :q,e,c9pnec:te¢L

with:th~ clp~s~fication data :base ,at; ~he Patent and ~rade~ar~~

Office.. With that free on-line 24 hours a.cl9,y, the -pubLi,c in

t.hoae 25 states ,.,ilL be able.to .acquLre ~isi:s :qfatLp9,t~ni:s in a

given subc La ss, :to search keyworda -: ,from :-i:~he':!-1?l1u9L,-q~

Classi~-iq,a,t:~on,::to :yi_eW',.:s\l_qqla~s.e.s,,;O:f;;rt~e:,::U.S,. -.p~t~:rlt,~:~ iI;1 <:tl1.eJr:-,d'_

hierarchic;a.1l;:,J;'ela,;1:-i9nS~ipi a,nd,;i,I:l gen~r:c:l~' t.o use.,all_"the

automated tools available to find out where u. s. ·P.Ci;t:~B:t~ CiFE?

located. That is not significant to someone who wants to search

a given. subcLass i j,;·t:,i,g,::,i?, V'"~r:y,qtllrfgeJ::'Ei9me:,way,t(): do, .. it. ·.·:Sut ..at.

least <,i"t :,i:s a:fi:r-st:$tep·towards'()\1:r g~tt;i,Ilg the data ,that,·;we;

havecintheU.S ,Patent andT·raderna.:rkOffice ,out to.. the pubLi,c

t.hxouqh our established netw()r~::,9:EPi3:tep.t"D~p()$J.toJ::'Y':L;;ib.:t':?l:r~,~s.

The.:ultimate'o:goal, if'.:'Qpe wants.,-tp;. J,.ooJctp,:,t;tle:,dis"t.ant>fU:tu:r~.:,::,is

to have completely' al1tomaj:ed:patentesea:rch~Ilgcapa.bility..iIlthe

U.S. Patent and Trademark. Office aIld.toconnectthat pa.pability

to",the"Patent DeposA·t:ory:':Libr(3.,t;ies,~ I, ,.o9nl.'c.onvi,nc~.d:,. t-hCit·,onc:e

they find out the capability is there, libraries will noi'only be

established in 25 states; they will be established in virtually
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every '·:st~te:a'n.d in' "e{/erY 'lfle't:rop;D'i1.t.aIl? '"ht'ea.', so -as-'tdbe'-' abLe ':t'o': ,

get 'p,{tei,i't±nfdnRati6ti. 'That'fs'the'fi'rstpa\:ct'Of the 'fbur-'pbiht .

plan .. 'The' iE"atent and Traderna.rk MficewHl carry outPlari18/87

in patents and Plan 3/13 in trademark and will take realistic

steps tow.ifds' an<"aufbma:-t'eCf' p-'ri'teri\~:::a:nd Tt,fd'emark'O'ffi'ce -,by>:,the'

1990's.

The s~cotid;':pa'it':'df -'the' f6tl'r~-p'din'f p'i:ari':'cbrider-Its'-:ree'x'amiri~ftibn~ "of!

patents which --:\iiak"instfttited :tl"nde'r 'Plib:lic Law 96:";SJj·i-/ 'me:ri'tlo-n'e{a

above. -: I 'was 'ple'ased-,'wherf r wiis' wfth,-'-the Nat'iOnaI :'Ae'rc>t'ia\lticS:

and Space 'Adminf~tr~ti8n;:t6 §-etve'dn -,,:,p're'si:derit' c"artef'cs":O'Ome:stic'

Policy Review far· Indus'tffcil iitii'noviiti6h'i:> ThEi/:re'ex:amirl'-at'iori:"

recominerldatf.on.:'J.:s:: one "bf :ithEi: very "::t>'Ositive' :::thi-rigs '::t'hato·:'-ca:meout;

of the pre\tiou~;:':adrninf~trati6rl-'isw6rk :::'£6 iffiprove',::the -:;patent·

.'.msystem f6r'I':ndus;t'l:'Y~L:~, :~:",:;,:.~;'~)-.c~'i';, '''~_::"",,:2.:.

We haveiriow r'ece-ived- i
' alindst;;'100::ca'ses:'for feexandnatidrif;<we have

cons i.der-ed" "60 ()f<thO'se and, of those"'60,:','54--will be ;:reexamiried

and s i.x' 'cases :hav6 bt::!'en::;d~h'.iE3d reexamihaticm: 'I thirik'the're;--';are

two signif-icant statis't'ics::with'!respect"'tb:'the ;almost;100 that;',-we

received; about one-third of those (34), are involved in

litigatioh';no-w. iri:bhe:::"s-tage or"anof.her,::in Federal District court.

In four cases-, the(;ree,:}{'am::lnation-: was::, actually: ordered' .by ,the'

Distr-icF'Cbui,t g'llC:1gt=~ H~')OrCl$l:'~C1-:tJ'l¢pe8p~e;t():";E:l1spend.act:l'()i1.in-

reexamiiiat,idil.
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Amendments" I

nann', Und.er , :the'::-prote.sted r.e,is;sue (-pr<;tc:t-ice ,: --,paten,ts I : att.e::!0- tl1,€!'.Y; (i . ,' ..'

are issued, can 'be; tes.ted:: in the,;·pate,nt,.'an.Cl. :;,Tr_a.d_ema:rk·;O;ffic;::,e.~-;:W,e;

are r epeaLd.nqrchose (amendments: .and, a, no t i.ce :::qf;prQPQ~E!,(}

rUlemakihg: .willpbe .publ.d.shed verysho".tly,'in,.the .F.ederal

Regi:ster.~ ,We';.hahde:d- ,:copie,:s:'.,o.f;;",the ,:draft :.Qut::at '~~-tJ1.~::._J1JJte!;·\i9o~:Q. ~S'~

Patent':Law Assb'ciation:and copies- o.fJtho.se',i,n.ew r equLat.Lons (:q::e~,

available.from .myoHice. iTfanybodY,.is interested they -can ,

either,':~w'ri,tE{,.tb:me:or.';,write:to :Rene::::,T,egtrneyer,~

necau'se'"cf" :th19 extetrence- of> reexam:iu.a:tioIl,-:;wg, :a:,rE:!;::r~p~_~J;';i:rl:9;'_',:wl:!.i?:,;i::~'-5

is 're'ferre-dtO'. 'as ,-the ,;II,'pro,testi:Te,is:spe <pract-ice" ,Qr::, .:"t,b.:eJ,II[)9-,Il}}

Another thing that we did at the time of our proposed repeal of

the Darin:'Amendments was .t.oichanqe.i-tihe : duty~of":"'disc,~osurejprCi_ctice:x

in the 'Piitent' and Traderriark·,Off,ide.under 'Rule ·56, We did,that·.in,,'

two signi'fcicant ways ~'First;'::',we;::cha:'nged~::itLfrom,:,what j'isc:,re.fe~red,:;

to asran .,: "Lntre.r -pa'r t.e's practice ~',:/ ;where :::there·:: can',·be;-:protes:ts and

countrar -rebu-ct-als', t'o-a<p'urer; ex·::parte>protest. :,If SOmeone

alleges a '--dtity-?of-disclosure<problem, .. :we,will consideriche

protest;, 'but that' is the last t.he. protester will hear from us."

We willtheh correspond exclusively with the applicant through ex'

parte "practices~" F'The;second thing;'.we Ld.Ld wasta change:>the

previous ::practice: iwhere:we ;,wou,!d '-,.'-" s t r ike an: application; -fb'r

duty"';'of-disclosuie~ ,~,,,u~ ~are:riow-going;to.::i:'e:jec-t_~ c Lad.ms.. based- on>

Rule 56:violatiOriS~'- That',"we',)think, is bene fd c i al.. t.o-Lndus t ry

and to app Ldcarrt.s; It:::lefs t.hemiappead ourvdec.LsLon :to>the<, B'oa'rd"H'

of Appeals, and it lets them appeal from the Board'JofAppeals,toJ).",
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either '-the District Courtin·-Washi-ng,ton or. the cour-t; of Customs

and Pat'en:t "AppaaLs, Pri'or"to -,that/the· 'appea L was 'under .a. rather

tough'st:a:ndafd" '()f:the:'Administrative'Procedures. 'Act,' 'and we'

thought that ::itwa':sm.uch'mor'e' appropriate to' :·use existing appeal

mechanisms;' "ig-ivlrig app.Lf.carrtsve.rcfierrce to rev-few' our

duty-af-disclosure dec i.s Lons , Rule:-56 dut.y-iof-ed i.sc Loaur-e'

decisions wf:1TcO'ntin'ue':to' :bemade-'at aver:y -high leveT-in, -the

Patent and :Trademark Office. Tpersollally,:regard allegations, Of

f r audoas verY/'ve'rY'I serdous, We want":.to'make,,::su:rethab ff:,',there

are any' deo Ls Lon s -',made ".which::al:1'ege':fraud, .thdsedecisions are

made by an Assistant Cornmdss Lone.r» 'and 'not,:by -someone .beLow :the "

Assistant Commissioner.

under:the':third>part> ofcthefour-pointrplall, we are vigorously

sUPI)Qr~t-ingX::in"the Admin i s tration, ,~theL-,:c'::re'at.ion,,;_:of'a.. ,newj:,Fe:deira.I,

Court ,)a Court of Appeals :for the FederalCircuit. This, .cou.rz

would be: formed by the merger of what Lscnow theU.8 .CQurt of

Claims with the U.S. Court of Customs and Patent Appeals to form

a single court in the District of Columbia. . r,t.:would ride

circuit; that . is:', 'itrwould"physiqally move from place 'to .pl.ace ,

Its·'home of.fLceiwouLd be;:in,:the Washington,:. D;,C;,:area;, -That

Court, in addition to the jurisdi9tion nowrhandled by.theU.S.

Court of Claims, would handle/all appeals from the Patent and···

Trademark Off,ice,. Ln.vaddi.t.d.onc it Vlould.handle all. appeals from

f ormed a bas:is .of jurisdiction·. One of t.hermost; significant

sections of-:the:-,p:atents.tatute:; as:<youalL: know, is the section
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that talk::f abbht{ whe:'the):: an"'j;nve:ntibn; is obvibus,':ov,er-:::'earTier

work which has been done (35USC103).·· The CircuiLCourts '

currenfly' 'Va,:t:'y';'Wi-dely ",:to -·:t-h-E3 ~::rt ':Inte:r'l~)"re.tati'on":of ;';.that<key ;-.

provision O·fthe'patentstatute.... Ha'lf·ofkhem·regar.d ·it as' a i

question o":f'::'fa'ct', ':ahd:'t~ne'~'dthei" ha'Lf ':';~r'Efg'ard;:;it as ;'a,i'::question of

law. Some ibqtiife- !-'sYhergTsrTl}' 'some' do iriot; 'iequire synergism'.

Some c6rii'fs><'strike( down :::Vit':tu'aLfy{r:'flvery ,pa'tent',thatcGQrnescbefore:;;'

them"." ':.j;." cour-t, 'sTff'i..ng'·iirf ':the\':::rrii'd'~we-sti:!fO'r'::;:example''l':-- in my rhome..

town, "the' :A~ GrrctiltT',~'lfs;"a ,:ver::'y <tough court<on .paberrt; owner s , I

be lie::Je' 'bVFiA"i::: iii (,':io" 'yea.:r 'pe",rj::od-"a' rep'c>rt '::'showed thati: theA,A ;Circuit:~

Coureof'Appealshadstruckdown 9211' of·the'patents'1:hat came

befOre it. 'OtIiEfr"CitcuitCour'ts' of 'Appeal';' 'the 'Fifth Court.! for'

example, a"rEt:~a; lotiTess:'·:demarid'ili'gk'of:\patehtees-~~

It has'<be'en 'riiy 'experi'elide "in -'my careef,::iworkihcif:'ii/ith; indhst:rY'i

both when I \~aEi ~:'iri Firivati~:::-pfabt:tde::,'afid::>Iliost·:; r~cen:tly:~ ati- -NASA:~

that bus ime'ss exe'cutives-:are':=;extr:emely·L-fle>d_bledpeopl'e':~-;: .They:::-, can:

live with adversity; what they:'ieann6t::>ilv'e':,)w-JI-Eh'" i·n::uh'c'erct'aintyi

The must know which WRy it is going to come out. so we believe

that by'estabn~hiii.g this 'hew 'cotirtI,there'wllFbe a s'LnqLe

statidard"':of"'ifivi9rition'which wIll: oe:"uhders'tand'ab-le,:tO htfsinl:{s'smeh;

and their attbfrleys.' n'wLIT'bEf a 'great!1step!1toward'pUttihcf

cert~fnty'lntb the:;:pbtefitf;~ystem:~

We are pleased the' bili' (HiR, 44il2'},wa~ reported' fa.vorablY by"the

Houae Judicia'ry-: cbtnrhit-i:ee -cnl"~nc't'oner'L14'th 'a:nd'·:'it:S ,senate',;'
counterparf' .(S; 170'Q:)' was repbrf:'~d" bY" the Senate' 'JudiCiary'
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commattee )on,October,20th;:I me,tyestgrday ,:a:fter, I: :.mJt back,

from the Cape"':'wi,th .senat.or. Mathia-s,.~ -!:H:~-L~ell,s .fJlle;-w~: may. be.

facing a donnybr-ook -. in ,-the _,::Sen;at.e,'.: Th.g:>'J3_~,r,-4:;s ·,~9.m~wpat .spLi.t; 0]1:

the b Ll.L', The ;::A.merican;,'P-atent: "Law Ass;Q.qia-t:Jon .suppor-ts ,it ,~ a.nd

the Patent,Trademark ·and,cqpyrig!).t r,aw,Sec.t,i;oI) gf .t!:te, ABA

suppor-tsvit, -;;B~t the ;~it;igatiOI:l; S,eg~:icm:;:p~?·,-1:::h,e.,Am~,:Y'i(;i3.n Bar:

As socd.ation-. opposes it ",:-,and; ,,'/propaq,-J;y _~-J~.~~qu"se;\_·,;t::P~y-;~r.e,be;t:t,~,:r.

litigaton;:;theygot:the,llou",eof· Pel.egat;es tq,pppqse it" . So t.hei..

ABA is institutionaUy,oppoi;;e.d t;q t!).ebil1 ,althq"gh"the pateI)t

side; of the ABA', is ..in favor.,of i;t; ,', ThEh-"ilmini;i;;.tratioI) strpng,ly,

support.s.inhe billi~and<:we:fare;)jt1$tgq,t;:pg _'/i:.<> ,have ,t.o :_wa;tch ,etq: aee.

how-cit goe_s::~':H. I-:>have;:;a:jcoll"ll:TIii?Itl~,ntc;f:SQll'l;!S..~,c:fE~s~r:Y: BqJ:¢l::r:;-~,ge to heLp

on behalf of the Admin.i.::;:trg1:;L<qn;;~C'atl(i..:-W:~LJ1.?ye r:?L Wh;i;t:e House

commitment to help. If there is going to be a Senate fight (and

we,·-do"':r-ot~;'"k,RPWJ'i:f-:-t:p.ea,?_~:i§ll\,jtrg~g,cW~

that fig!).t.· II),tl1"'"llouse"We'oa:>;e. Xe"y ,Ql1t;;'rn;;'Stic; t!:tat .t.he bill

will be,placed, gI) ,What;!S"call",il, t;heGoI)s",nt Calendqr and. ,,,,HI

not be·il).yo:J;ve,(l, in, a, ma,jor,,,floq;r,;r;±ght,.· 'i

Finally ,~>.~:rl.:t,l1e,-,ar'ea: of-.,.F§4~:r;.9-1 p~t:§nt:,'I?pl~9Y,,~ ~h~::;~9l.l:r.'_tl1.;:,9:rE7~' q~

t.he :',fq\l~~~p-9int; , p Lan, Yl,f}r·: ,cp:',e-i ,PY:I;§u,ing,~ : \,?"~' ~:t±()ng~y.i: ,9H:BPQ;-t :~: :t:;h€,:,p~3:;~ ,-'

written,.by,Se.\,at,or,Jaclj:§chrn;;'tt,Of N",w: JIl",Jdcq ($., lll;!in '1':nd :qI)

the House side, by Congressman Ert",lof i j?eIlnsylyania (a, R...4!i?~l.

Those bills, in summary, would extend the rights and privileges

not only t.o. ~E:11l1?J).. J~_Y:!5i:IfE?:l? s;E?'l?i', .?nc1::) .pg.l:l-:'7prp:I:it..-).:J..p._!5;,t:~;t:.y t.Lon ;::;"t:: PH;t;

all gover}:-1l1~n:t~5S19.:nt::r:..~S:-.t9.~ s.,rZ)·a;rge,c:;f:r~l?;;i,p.~f?s§§\~ '?n'g Y-~l?~ ¥i Lness~~h
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and nq~,profi,t"..ma.king.,J;DmRanJ,es. ,fpr all; gx:'an~s, contracts r . and.
. ,' ..... " ',/.,:.. '.• ' " :.... :: ,', . ':C., \ ~ ,_.. _.;_.', ':"':, : '. ',- -. -, . -,-.,",-,.., .::., -'- ;',:. ,', " ,.-. ", -", ", -':-,- .j ," ,",

cooper:.?:tJ V,~:';. )~9"':F~rH~~n,t~t

The d}9:t,a_ith.at",:~?Cist:.~:pnJ:.he':'c~_t:j·)"J~C!-.t~cm o{:i~nven~.M?n~,.,:~:~f!e_~,,~.~e;r:._

Peder-a.L. sponsorshdja.zi s , .Ln ~my :view., t.otally ,supportiY,e of our
.. _ -', ":" ',' :.> ,':, ..:'. _..:'" ,-, ' ..' - - -- ." : "'.. '.',:) '. -< _'.; '- ,', '-,' ", -', ,-r .' ,',_,';' "'," ''-:0 :". -',-,", _,_, (,',r" ._, "

effoJ::j:?~re.naf'j:d:hai; .?!I''),\;':;')E' Im""dth to. the Fe~')ra1I'~te.n.t

did ad,etai1ed study.. of.the..patents "that NASA owns and how those
:,-c,.:... ; '."::.':..' '".',; ;... '. .1,,"'.: .•. ' '}");"">'--;' .'i·:,","""·"·';"" -·',":r,..·,'.... '·"·',('1 '--""",: --;',>n ,:C;"".(:7.,-,':X\/ft·1

t.houqht, .-Wiasi a· ver,y di.sc.o~:r.p.g.i1').,g~:t;',ep9rt.",",hi,ph, s.l;19,¥':~_(tthat:,.. for . ~
.. __ , - ..,. ,,,' '.,'". . d' : . '. ,,: '..,.' "" ..'.' .,", :",,,.- "" '.'" ,"',', '''. ','. .." .., .. ,', '__ :'" "_', . _ " '-[':: ,"j

Wpi :I"..e, ~".\'!,a,s a,_~ __N~~~_" f:'~~

We came. out with what, v:: j ;.)" '~ » j' .'

policy coverag.,e()fP~R1.ic:,~a!"))6-,5.l7,•.

pate,nt:.p:" ;~'r~F~< ':R-~JnQ":: comm~rC;:'~f!.,l i ~~;4.

NASA, where ::t1\EC g;.PN:~rl}}1L~ptri:tct;k~;1s: ..t~it"l,e ,and: ..att.~m:ptt;_, tq ,1-tc~n?e

ot.her s :e:i t.he.r.. :e~p:~:1f::,!:3:,i~~',~X::(Pf), npn"7,_e~.cl:~,si~vely,.'. ;,tqE2 ,~~t~" 9:1: ' _;'i}

comm~,:t;q,i,p.1o_~'z:ati9n")?;f- ~P;Q,;t~,a,Q)to,r,-4..e:V:.e IqH~Cl r. ,..gq~e+:nrn~Ift:::-:.Qwn~q." .
" ... , ..... _'.,_.,." '., .." .••__. '''·'',.C,..' :,.'._ ........'.'.'.'-.:- ',"'.' ,__,,,,,',-'.". , ......" ..... ,,,. :i',

patents. is.•about l% ...At .t.he, time we ",did the study, we owned
":"" "."".''''''.,' .,.: ' __ ';':::-·'l::~'."" .:,' "";.j',- ":',";-:";'. :;:"',','1" ''''').-')-';'·!:;':~f ",

":',:"i~)

1, 13~, ,-,patents on :contractor--.d.eveloped _.inventions, and we could
,....... '..!".,,:.,.., ..:.....: .•,.•',," ",.1;.. ,. .':',. "..'1...',',..!\·... ,..., ..t .J ..'- ...'C·..;>'),>:.',; J\';.~:i i.),:'.:::-:..:".,,-;' c:: ..,...,"---

document only 13 cases of commercialization, out of, those .1,134,.< :'.';' .. '. ",;-.~/.,

That is simply not acceptable in my view. On the other hand,

where __ N~SJ\,:>~L~~!t:"~~,tli~' tq"iny~p'f:.iqn~ '1~th,~.·:c9Ilt~.9-P,.to,:r;,-., .v'Ilper." :th,e."

sti~t>,:,a:BB~:is.~,J;>il~'::n,1'!A:§~ waiver" r~g~~~t~R':}.~.t,: ..W&<9ocR~~P~~~,4i yeF¥:::,

cop:~.i§t:E?11t:",c/?~err9i,~;L,:iz,~tion: :s~t~.P R;~ g1?PUt:i:, ,20%:", ..1;:l:O;ttg'~i\ tlf,~.· r8,~g.e,

wa s ,bej:",een.,l,9%~\!n(:I ,~;2% •.

So tllE\:.NAS~,il~t'lJ)oir;t;",t(),j:h",ct.~c::;t;;t;llat" ,if.Y.B'.':., ane, int"J::e~ted.,:tn,

commerq ~9-t;i;..~a~~,~oH::'°~::~:gB"e? 1=-Asm:s\,~rf-;'i,o/·CiX,:),:i::0.~.' ~chiE?ye:. Lhati"~s,' t.o, :,'

let:,;the;)c9I.}~EfH?~9r, :::~he, .. pe!:,spn Wh9,--!~now,s'i:w.p.~t..l:l~"is:,q9~115r,,-.-have.

ti tle,,::.1:.\?~,~:tlE,!:.~i:r:gn!Ft::i9I1:~, W4il~;" :F:': o/p.?,.-. ,~~st~tyi,J;l,9:~.9n :\fed,e;ral, "I?8:J:::~.nt>

po li.cy a.:,,: coup.Le, 9~",;years ago·, .. ' senacor., Schmitt;., aakod __ me Jil.h..y I,i'
'.. ' '. '" '..' .,. , . .... .." .... , ..." ...... ; ..' ' __ ' ,., .'. "'" _..' ..' " ,. ,--,., ',," ,j' .'-.' ._n·'" ., _,:,,; ,,_.' ':, ·f .. , .,. :',:' ,. .
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thought' ;tha.t' was so. 'The'Fi{ a~k'; a"lbt;::'d:f:"'ie~s:bhs ,:i"';th·ih-k-~i.ci'n!(f:'

they include the fact that corporations have th~'~~rketlng

production mechanisms, and they have the ability to make

jUdgme~;f'~.'iib8ht' -~h~:{':ci~; 'ab:i~ :'to' i)~: ':coinhi~r(H_klize;cC. But 'I ',:'th1.'rik

there i'~j:'ori~'; ~';£'li~'i1 (p'2j,{{-tit 'ti-Eit: ":!?!:; "s'igrlif,i'bcikt. TIH'l.1£ lif,: ;~v~'rybriE{';

in this ro'6m'·iork's -~f~h"'iriv~iltor_~>~h~:f: knhiW-~';'<that>:'there:Is ;'hb:iti.ore'

enthu~'t~sfi:6' :"sJpPbt''f~i i:/f.- \:ih" ili~J'~ritiHn ;:thkn?':tii~: ;i~ven't6r',-"-" ,:
Inventors ';~:6mk'tiIm~:~:;"bet:dri{~': i'itri.:iti'ha.'f' "<ab'Out -'t~ylri'g" :th-: get::thhFfr

invention thf6~g;h:.fhe -'~6rpb£ate' syst:em 'and "':i'r{th):-,the'irni'~kett>'1ace~~

As thJy sai;:;'~v;;i§-8ri~' t4.iiri{~-' tdl~:3:Ve ibb'tpr1Ii't",'ana" r fh'1'hk

inven{bir"lik&:': t6 :'::"l&.&\j'~the-'ir-~:fd~tpi:fh't:":iri:::'fl1~i c'ftl'rro;' 6'I"\:i

comme rc i aLf.aed ;-hivE;'fltion,. Wh~"ri- ~:t:h;e' "'9bve:f'nmen't 't'ake:~r "tft{e' 'tb'" "

contractBi:1dgv~lbpgd" iRv:'ent£bH) ':)fh'e 'g6Ve::f'ilrriENlf takel's }'t'ftJ!'e: ('awiif'

from th~-"~kts8rt mo~t jInf~res'teJd 'in "'fits: de\fei6-'pmeti't , ~:n'am~'ly ;'the'

- ,- invent.Oft Ybu' \'lBulfF fi6t:\~~'xpJct::I~-£ 't~d"':'~'ork'/'::'and;-'(\i'itb."r'e;ga:r'd:c:,td\!: -

the NASA data, it does' not work.' ,,'

Fin~iiy';'r~t m~b;"tIin~bf&Eiy thEI'fEiEistha't we are ih:'opos:tng ",oj ,

As' I hav~/:'irtd'ib;a:ee~f;·:the"":patgrit 'i'iiitCi 'Trademark C>ff,ice' {jiis','~riatv:"oniy

spiiied' th~i d~~pcuts 'that,,'!'e being felt throughoiit goverrlJiie"iFas"

part of President Reagan I s economic recovery' pfogramfC'~ena6't.u.i:illY;-'

increased our request for fiscal year 1982. But it did become

c Lea'r tb"':s'e'c'!r:'etary'::' B'a:idr'lge'~"~-to DepritY'!secretary" Joe .:'~]iighf::-:-'arid--~;

to that'this::"was','~nbt some!'tI:11iig Vle"\~e~e';:g9;iI1g;i:.cV"$~:·;:'$p~req

Prk'sfa.'ent',' :a:s''-'ybu 'kri6'w "f'rbm e:(rerything,' y5\i have':' reao.'';',Lpressure

which we \totally'supporta'tth",PatehVi'l.Iid Tri'l.de.m"rk"O'fflce;to·
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lowe r. :~.g:oxe:rnI'(leI1:t:, 9l!::t:+:ay:E;i.', :;,:tQ.,jSt;~~ ~.,iI1.fJ,atip_n ~,:_a}~,d ",to,n,l~,~d :J:~~w~12g.~., ;:~ _, j '.:;'

balancing qf ,the . bu,dget, cin19 84. ,':r;hatreq1;t:~Fes",.,d~ep.cuts

analyses.', ;now, to;·find '.,o:u:t-,\\I!h,~,"1;::p'r<?g,;r;.<:l.ml:i-,:,hay.~:,:t(),:;b~ p~:~;s~;q:P~l:f~:

are fa'c.ed:~Jin ::t:he.:-cP,p.tgn.:t~: qnq:c~r~~o.eJna.r;15pf :f:,;j.,.qe ,''i!~tl:I,- a .,cr,itiqal.,.

choice: "W.e: cou l.d :.".e,i,the.r:,:aps.0.rb,' ,Lttv~, <,9;uts, :J?;~,d':l:.q~ t:J;~:;e~~~t~;l}g .c;

staff (which is inadequate at its current level), and limp al0I)$l ..

with overpowering backlogs, resulti.ng in something like a 300,000

app1i cat iQn t>a,c].:::l.og ;:;,-i:n, ,·,:tl1e:,,:l).~~·t<'~:?E?v:e.r c;l:·Ye.a,r::; ,;:,,9:1:: ;/\.l,~ Setl~g.

prQrn-ise;;'.'ind:u,&try ·and':','."tnyentO,r;s a:)f:i:t:':st;,:c.1as.s, ,gate.nt :,an<;1 'J;'~qdemark,-r

o f~ic.e _::and),):.l~,:i~.e _, :f:e.-e.s' 9.11.Q$.ta,n1;j;Clkly~· J;qr ,"US, the,:: choice, is

apparen,t:,::we, '\-,cho,se to. c,qInI11i:tc:::l;q,:.,a ~~:I%.tr::r.t;:;.q,:L9,!? s Pa1:.~nt;.: and

Trademark. Off i:c.e:, ,-u·and: ',tq><r:eqQI11ll)e,nd:.: t.o , -p,h§ ,:·Cc;m.g!='t;";!;§ s c gr.~,q.it.l¥:;.

incre,a-sed :;pat'ent :':'and trade,TI1a,:(~.;:,:fees,,~'

;.

Let me just read some of the fees that',we,jal'~.p.ropoad.nq .:;. ,I

should say ahead of time that we have asked for an independent

auditcbY'.:th<? Department :-'of,':Conunerce Inspector G.e:o.er.aJ-ts-,,;qff;ice';:::

When we begin·:to .ddscuss.vt that they .advance), tllese 'fee,,:> I: ,,,,ant.

any argumentito,',be'd;otally -on ,policy, and not, on,any,,i-dea that the'

books are' ,notj:cortect. So we .hav.er asked for'>,thef,independent·,

audit and 'we ,propose to publish,it alongwitheverything:else We'

have showing;-:;how"we arrr i.vedret--t.ne fi.naL agre.ement':: with .tihe

Office oL/clanagement·,and' Budget on the budget' proj.ections,.for

1984 and, 198o., Sb:there' is still a litt1e"caution,mecessary

regardingithese:fe.es" One, o f.. the delightful things>about ,this

Administration is its commitment to work with industry and with
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bus fnes\~;~"'" '-"and we"'have iwO'rke"&·v'eF.i::Y: ,,'hard ;'t6 get/Et'he]'~:fee'i:!:fdhedu1:e

f ormu l'a't.ed -so -'tti\iti:we ·"cdl.i1d'~:pu}jl:.t:sh -:t'-e a.t ;"the; verY; efar;li'est::'''d:ate''

to providEi'lridu:si':i=y' an ~bpp6i'bihTtyt:t<:f"disc:uss" ::the \f.ees\:?·i, Thief' Ee'es':<\:-

obv'f'ously(:'ar'€';:'g({fng t6" 'stT't ;:up"sbme' cbn't~rbver"sy i ''l:hit (T' think it-,';

is appr6pr'ia>t:e ~jt6 biiiItg :'·:the' ''r)riv'afe'gr'Oups,r hd'th '-'iht-e,l::'na'ti6n'alc
, ":

and natfchial}' irifo the: debate.".'thil'ti:::-isr'g'O'ihg -'tb'::en'sud'.bIi> these' :"new;"':"

f ees, e

Wi th all those caveats ~:i -'we(:are:;pr'6jecbitig ;'"a:Ubcfs'e rf;][11rtg fe-e:'o:f:- i

$30th';' )This is in;:my:'-:prepa.re'd:}spe~ch,~:'s6<:you':':rieed";cnQ't -;take~,;::no+;E{s';fY

A base issue'fee',Hllbe"$500, app';"is "f'iling $1Jl'5, -a 'brief '$11'5)

and a hearing"$lOO, 'Petitions "for"extensions' of time!' wiH ,b"",;,,')q',

aut.omat.Lc, J, 'and'''-we:' are'~'nd'::;16nger,;g6i:Ii.g;';;t6 :','·'6xamirre-,' the~s'e ;:: "lribr ;a-,re', i :-:~"S '~'

you going to have to submit justifi'catidri,sr'fb:t Bhe:ffi~i,'; ';Ex:terl's'ioh:S -",("

'of time will entail fees of $50 for the first one,$100 for the

second, and'$200',':fo'r'the third'."

In the'tra.C1einark' are'aa"filing' fee will 'be $200';") 'That gives 'you,'

registr'at'ion:o'ana 2'O-",years>of"Lanham,-}Act-: pr-ot.ec t Lon , oand .::for;: air;

$300:' r enewa'I" f~e"~;tYOtl:,;re't::~eive:;:anoadddt i onaL: 20::>yeariscof iDanhgffi'3

Act protection;" The' Section ,8' and', Section,,15, Affidavits Mill bee)'

$100 if'fil¢d"separatelY',cand $150 iffHed at the:same',ctifue;

, Opposition's .and cirll'ce''!''la:t'iohs wIll be $300'/ and hearings':in:'.":

C'QPIleG1::ion:: "eiithe-r:,:,:wi,:th;'oppositipns:;:. cancella.tions::::;or'cappeals will"
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As 0:[:." Cpblnted>Eout:to y-ou:;:;:~hey6ndj,a::'.do:tibt,:,:thes_e_neW:'~';feesj·a:r;;g. ~;gQ:Lng""

to be corftroversiaT';-----' Ie 'be'Lkev.e ',there -:\are':.:good",;r:eaS0I1s:;t;O:'fsupport:)

then\',i .land'!Weiia,r;" ,ask,incp Lndu s try,ko:,.Jookicaref,ullY"a ti th.,moo;!

alsO'i'a.te-e.' a'sXing ',"indus,fry ::.-to::,wai,t, 'uIiti,1 r"we: ..can :'show' ;the':"budget,'~',·,

proj'ectiotl'S,c~6n ''Whi:ch'J~the ;,fe"es r;are':bas-ed~-, 'cOne ·;of'.cbhe'.'.dangers.- ~f':'

pUbli~shing;tthe:,:'fee s' .now is:' that ;,we:, are "riot "::in a,>posi'ti(~m,:::toc::,:

announce::pr'e'sid'ent;ia:T:;'d~e·ci:sf.i{6ns «on ',the- budget-'~ ,,,S'o(we\ have" 9ivel1':,'

you tne bcidijnews' "rfow:po:::ari:d:>filb";-.wi'l"l: take '::'a~-\Irionth~ 0r~)two)before~'.'Weq,',"",,,

can g&ve ~YC5U <the; 'g6od;n'e~s;; :",We: ,i'a:re i".:a:skirig':for, people ,1to "wait'," <"i"i'.')))

unti'lLwe cane "able to 'tel'l: the goodnews befo.revt.heyoform

positions on the new fees.

The YCfnl;~j arte:'rniatdiv.e: Itiooh Lqhe'r- (feesrii's:::a::>significantlyf:'ireducedb

PTC i15udge't: ~t '::<f'Giverfi',the' .r~re'd:ticed .apprropr La '!:item',':, reques t,: which the "

OMB ec:i!s "'proj'ecting' for U·se'forH984'"nd1985"'given.ithat i teei" 25

to 30% below 1982 'appropriations ,'and given, the,f;"", recovery".;

rate's":,!'tha·1i:"'e,xts't "in ;:;:the curremt::publfic.f:Law: 9 6 ~517:~'f::we wou-ld;:2 P, ,.·",,,,u::

simply':,have:,:':,t'o:::ie-duce- ~,'olir",:stq:ff-~' ''',;:,The service,"we couLdvprcvd.de- to:':~":,

busLnes s : and'indtistry would 'totally 'deteriorate .' ,·Av;"rage

pendericy. firi'Les'!;w6tiid increase by :more than two o'rtlonths each /year: 0.,',""

and !rElach 'thrEi;" 'years 'by '198 66r 1987,'whEiii'we' wouldihavl!",

backLoq'of '::';<3 0-0';;000 '"·,cas'es:: 1n':'i'Ehe':'office~: Giveh exce s'sd~,ve:';: deLays

in examfnat.Lon , :'we wou Ld be' forced ';.t::b withdraw: fronl? the' Pate'ht·'

Coope r atrion-i'I'rieat.y 'to" avoid~givi'rtg:fa\rorecL,:'i:reatmel1t ,tb'~ :t'hose'J r

using the Treaty over those who choseP:fiot' ·,tb-': use:"'lheTrea'ty'T::::"""

Patent reclassification projects would be sharply curtailed if

not eliminated altogether. The trademark pendency goal which!

-55'-



2L

haver'descIbed as PLan 3113 byd985 wou-Ldvbecome 1;8 by,,30 by i1987i.

It'·'Wbu1:d'take 18:· morrtfisvto a ;-:-fi'rst-' .examd.ner" s. ac.t:idrr.~:and', '3:0?'·

months to:·,registra-tiori ':or':"ahandonrnent-~,;'And q.e:spi:t.e -:-bene~,fit,s:-'7:frQID-,;::'

automation ,:·deSCI' ihed ,',in:Qur\·draft: rSection-:9 ,pl-an):,;rio L:s,t,eps:, wou.Ld..

be taken ':·to<further :;,':automate Y::the,(;Patent ..and "·:Ti:nad'ema:rk ,Q.ffd.Ge::.'!': "'y~e';"~

could non-buy ,the new comput.ervand.vwou.Ld be stuck "ith 'ithei' same

computer wei,riow,have for ,the PALM, and ,'TRAMsy,stems,and itha;t 'i'i', -,"i '

computer is,->very:quickly becoming overworkedr.af.!d,<:.sat:ur:a,ted:.;··t :}-ire

dernandri,t'i.:to'-:-pei~orm over ',:20/00D "",thing,:s a ::day;: and -t.he ::sys,-tem vis

just about ,tobesaturated,iWe',wbuld not be ,able tbrep1ace,that

main frame computer •.

-The detel!ioration::-of services which:": I -haverout Li.ned f:WQuld I:' i~n :,my

view,',be totally::,unacceptable J~Oth"itol i-nternat·i:ona:l ,pr;:,act.i;--t.:i:-qne:rs:'T'

.. and-veo -u~s_:~- i: industrY'.'-;l~cln -most;:':areas i i t.he.-new

keep pace:iw:ith:: inflation,"~,th~ average 'fi:li,ng-':>:E'e;e, unden the

Conqr-e s sd.ona-L schl'dillecestablished'ini 1965, is '$65 ,'iQbuntingi' the>'

additionaLclaims,!!'hat' $85, if rrner-e Lyvpr-c j.ect.edt through the

u , S. Consumer- Price Index to:fthe mLd-epo i.rrtoo f the ,: t-hr:eei:year fe,e

period, which I place, .Ln 1964 because the fees wilLgo"into

effect inf'iscal' Yl'"r d96.3.'<which' begins iiOctober 1,,\,19.62 iiwbuld be i'··

h Lqher. th"n,thl',$300fl'e. or $330 "ye""ge,cfeeMe a r e cprojecting,

Simil"rly'ithl' $145 issue'ifl'e averaqe. now.spa i.d under theil965

schedule would nowcbehighl'l'ith"n,9nr: $5QQ"fl'ei-finU"tl'd,cby ;;\;1,\1"",)
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On the trademark side, the filing fee of $200 is slightly more

than that necessary to keep pace with inflation from 19,65, but

9 i,Y~I1-~ tlle/ _2_p';'Y~Clr::J~anhamAct_,~pr,ot'ectLon.

a f fords::,_we:'do -non.rbe-Lkeve. "that-; :;$.:20.::0.: ,'should pnove ;.proh,ibi._t:.iv e. t.o.

pro,t'ect".:a .mar-k: wh.i.oh: :by: def:initidn':is:' aLr.eady. ubeing ';~s~d ..,.:in

United:g,tates':;:commerce.'. gLrrri.Lar-Ly.,'. the:renewal :"fee Q1: $30'0,

amounts b:i:$'15:a y.ear- to mad.n't.ad.n thab mar-k -under ;::,thE3:' -Lariham ~c:t:.,

and we do' no:tic.be'1ieve ",bhatrC:.should be'.prohihitive ,:00 a .bus.Lne s s ..."

In i.the "aggregate,-,; given thei,-:ratio's' we-,:ar,e-xecomrnending';" the

Office will be 58%'self-support;ing, for: the:thrE!e,yearcycle

beginning in fiscal year 1983. That',s ,significantlybE!low"the

84% that .Conqr.ess 'S'6ught to achieve when it '"enacted thestatut6ry:

fee'S .Ln:':,1965:,~- We 'wi-I'l· have .maLntenarrce f ee's vwhLch wil1 be

applicable<atthe oldratec,for three and ahalf;[years after; the

first ,:'pateint:is ,iss,ued''Ori "an ,"application -filed:after':Decerobe:r o.fs,

last year i";',sd'it:',,w,ill be':sbme time until: we ':receive any

aubs t.arrt.La.L ..:amount , of., rrtoney,::'frorn;mainteriance fees:~ That will"

greatly increase that 58%, but still, even in 15 years the Office

will not be projected as being self-sufficient. There wilL be

things such as the search room, my salary, other items which will

not be paid for through fees but will continue to be paid for

through the appropriation process.

The fees we are planning will generally be in line with those

charged by other industrialized countries. I do not want to run

through the list of fees, and you are probably more familiar with
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those "fee's thein")T <am,' bu-t:: ::ili::-'mani caaesjche.Yees .i.n .t.hecBur opean

patent "'siste'nts are,>suhsbariti'ally) higher; than' t.ho s.e: Me: are

projectirig)given-:theve'ry:highmaintenahc'e'fees: 'that app.ly,': Fox'

example, in Wes,t 'Gerhta'ny, :t-:unde:rfsfand themaTntenance-,:'fees.can

total a s omuchr.ae :$io:;:OOO'over, the life ofra. patent.' 'OurAeeS:ilxe,

considerably Le s svtihan '>the':::fees' charged'-by:: the:European:Patent

Offfee 65 <*hich :we 'are' :'of-t'en'U'rlfavorably-compared:-~ -It Mill: cost

an applicant':in t.hecurif.tied 'States; about:one-third 'df"hat' it

costs an applicant in the European Patent Office, so we do not

believe we-Jare "out -a'f' line;with',internatioTI'al,:practice:. -,-,Prior .to

my speech ,'last Tuesday ;JI'had:alreadydis,cllssed the: .rieed for

higher:<-fees iriformally-'with -membez's' of::the Patent. ;'Bar/ arid ""r

received:::mixed,reactionsjas ';you would expec t ;' The ',:-r,eaqtic>nT

appreciated most was','\ "What kind-'.of J a Patenb arid "Trademark ~Office

·---·~can·~,·we-,;expect .f0r'~the ;'highei::;;:fees.?11
/ "

that:- question', muar. aridvw.i, 11 :be ;: ," l~'A '"f:i:rst .cLas s.voper a tion -Ln ;a11

respects." Thabds::.what'"this,-.countty andr.t.he' international

community.; requires::: and is,:what. :wec::are dedic.ated : .t.o ,','Providing

Thankyou'very'much.
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Speaker: William F.
, ,.The Bendix

ThoJ;nton
Corporation

" This pape~,~as' 'initi~liy titled' 'The org~n,izadon
and Function of a Typical U.S. Corporate Patent Depar'tment'.
S'i:nce'; ..:.J.n a tJlJ~ine:,~s :,:c::om~.~.ni~,Y", a,S;,' "."¢gv:l:!r~,,l:;:::. a~ \ tli~_~":':iOfd ,,;tp_~
United States nothing is "typical'. I promptly 'asked that
"Ty'p{cai'" be removed: ,from the ti tle.." ".... '

ORGANizATION

Boweve r, h'avI:~g ,.Jnad~, thi s, ':,: pp'i~t; :,:",.~:I" ~'4~~t'c:btif1 rm i'ha, ~,'::',,':th~ :~~
are more similarities" t'tlan differences in ani O'tw6" such
departments, and that, most U.S. corporations having patent
de.pa-r cments have organi,zed them by choo,sing' from the
following alternative fo~m.s:'., , ',' '

either centralized ~d~cen£ializedi

;""se~rye,:.:a~:~ ~o~p'~ny,,: u~J.ts,:Jri~,ei,':tlj~"i::::,~a, r;e:,g.iQI1::':6'£"" a p,r::qd~q~
9.r-,OUP1 . . - -~ , . - ' .

report to the ge~~i~1 c~un~~i.' or oth~r
:q,q,r-ppt~,~iop:; ", "..-"-""--.',.,,,,,.; ,,-...;

tJa yeo. 0r-;:,::l~ri t ':'~a ve,:, a~u'::I'H#~~m'~:d,~ '~,'~~,:-~"op:i1~,'S;~,:L:", >b,~ ,:t.,~,~,:~'ri, th~ .i,i
U.S. patent attorneys and foreign pa:t~nt agent;s; , ,

", "~'s.s i'~'~:':~: ~'~ t~~~, ,'~:', 'J iW~-., ma,~"~.:9".e~~'d, t";,,:· o:i,:: <~#i ,:: lJ§~-hsJ;~li;.:;,:~'t~:lf :':'~~
grant p,,'tent 'and "t"ghnology: licenses; "

cha rge_,;",th~:i:'r:;,~.x:pe!l§ ~ ~,:.:,'t'O; ":-t¥e:'~: ,gomiJ.a,~Y' u~t~"::, 'li~',~1)9,~»,th ~,:{~
~se~v,ic.~'s .2£). ,p~y< t9~Sf3.,~~pens,E!.S:;:f.~;~tn .a "cqr:por,a.,},~ ~Sc:?~pt,~

rnake 'e.x,tens i~:e.,':u:~::~::.::'9 f .:: ~()n£E!~pt9,y,~·~::;',··p~;,ie,~;~,',':-:'~'f'~\S:in.eY~' ':tif
not;

e:i the,r",;,:their: ,:~a:~E!J~l~. ,:~..t,,~:o~nE!y,s . or _,:,:t,tle,ir,:':, mCltl~~!=ment take
the, .Le.ad ,,-in;'de~,f.d i-ng-:' wha 1;' L.:~;:rrV'e'~'t;.'t:)I'ls'::::1:9:"!)r.9'tE!C:1:.'~

use par:a'legalS:,,:~.'nQ:t:;·

.be responsible £f not for trademarks and copyright
matters.::'? '

,-1 shall pow :,el:,~,,,o:r.a;t~ on .each",6f·",,_E.h~.~,~,.,a'lt:¢~'ri~t:i.~{~
forms of organization.

Centralized or Decentralized. Physically central
ized departments perform their patent and other intellectual
property activities at a central location which employs most
or all of the corporation IS patent-legal personnel, but which
may have several layers of supervision and either a regional
or product group responsibility.
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,",,' PhYf;ic"ll'i de",e'1yalized departments locate patent
~tt~';l1E!y~a:t:"opera1:ing divisions or installations wherever
they'may be and they usually work alone or in small groups
with only a small supervisory or coordinating staff in a
headquarters patent group. It is probably fair to say that
the larger the, depa,ri;l1Ientthe"m9r",lik"ly it will be
structured along"gec"ntralizedli'1,,sa'1ci that this form of
organization is growing. For example; the Bendix Patent
Department with twenty-three professionals is physically
,CI,ecen:~~~t_~Z~d~_:::,'perf_?~min9 seryic,~s_,for _9rt:)lJPf3 _0 fdly i s ions of
'the._, ,~:O_i;.p()·r~ti()l1 ,:~_,ro:J:[l. ,~ix'; ;d,tfff;!rf;!ht , t_oc'~tionS'i~a~i_for,nia"
Indi<\'1ii ,Michig~n',Ohio" Ne", J"rse'iandMaryland .;. one in the
west'1:~r"eill t~e, Midwest and,(two in, the East. ",Each of'
these loc<\tions is 'headed bya 'p<\tent c.","tis,el' responsible for
all intellectual propertyadvice"and'service 'to a nuinbet'o'f
Bendix divisions near t,l1e,_;cp,~rys,e,~,.',s office. One of these
locations, Michigan, not" ~-:-o:nly,";'ser_ves divisions but also
_sery~s" t.he e,_x.~J:;utJ,Y~ offt~E!~, and management of the
Corl'0r"tio'1 !tis,here that,! hav" 'my office.

d~:q2u~;1~_ati6nally:;, _.hOweve,i-r':' i!f3::dis't1ngui:sh'ed:from
'physically, i corporate patent 'departmentstend,strongly;toward
being centralized, i.e., under the :"supervision :o,f';a corporate
staff executive, oft~n titled Chid Patent Counsel.

Region, or Group,.:" ~vs~, :O,~,S ~.p,atent, ,~,e~~~~ments
whethe'r centra'l i zed or'dec'ent r al ized; - are"organi-zed,,··-·to;', serve
either all company units in a particular regioiF'Cof the
country?r par,ti"''1la~ product group units regardless of their
location in 'the' c,ountry. ThelaHer is probably the, more
common. The centralized departments tend to be"organized
alo"g proqll"t 1~'1",:,whneth"decentraliz"d d..partments are
inore ofteCn~~<;JanJ~E!d along" ;egional , lin"s.' 'There> is, of

~. course"",' offen·: a ,mixture'·df·>1:1'ie'se".two',':""a.:s,is ·the<caae,:with the
~endixl'at..ntq"partment, wlJi",h has three; maj()~ product groups
-- a'erospace~electro~'~c:s:,-" aut(),J!l0:ti~e~,C1I1d',;'i,lldu,st~iC11~'Bei:ause
our automotive and 'indu'strial':activities"~"a're"'cerrtered', tn the
.A~e~~ca"n: ,r,Jdwe,s,!=, and .?~.r, a~~,osPCl,ce, a~tivi~ie~,in thE!E.astern
alld'!i()utheast"r'1a~e"spfthe', United <States, weare both
regiorialandgrouporgani i'ed. ")',Thus we beriefitfrollfreduced
~~a~:~,1 "e~p~nse~_~ypic~l,~f,,~,eg~ollal:.", or~anizat:ions, as ,~el1 as
the profession'al':effi'c'1e'nc'fes 'that· acc'ompanyserving -'[elated
product units.

General Counsel 'or Other OffIcer;. ,The current
trend favors 'the genera! 'colin-sel :as' th'e rsupervisdry'authori ty
for patent departments in the united states., Things were not
always so. Years ago when Bendix was i , a.much ::smal1e·[', company,
our ,', pre sident; , yi~~E!.Il,t. ,~endi~/ ha~ as his.almo~t constant
companion and' close""'advisor"'h-is"paten.t a-ttorney,;,,;"Montgomery
w. McConkey, who often traveled with Mr. Bendix '!r.
!:,~C()J''1''t:!¥ ~E!C:~~~9 ()~a~,~nvention.~i,sc,10sU[es from Mr. Bendix
andoftenprepared'patent applications·onthe spot" while
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the" :in,ven tor.was::bccupie.d::wi t.h. ,C)~h~r: q\1.~ines_~;.",FQJ,19W'i"I)g .)1 r .~:
Bendix'- depar,tur-e :from-- the corporCl,;1::iqn." th~-",:,.:p,?l,tertt,.. :m~~~:r,~
wer'e'·h'andled i:; a: :decentraloi,zed, ma:n.nE!r: ,);)y' ,.i:njhq"u,,~;e-- --:9,r;
out:-,?'f~hou~e.-petent.couns..el:f,qr; -, ~heV'~,r:i.Otl!:J'· d:i yo i si~n s rie~q i.09
the ,~ssis"t'ance'.;,.:of,; a.::pat~nt,',,:at,tpr)'1ey'., ,;".~l}·eq ::,iq~:, ·Jti~ ":'.,:4·P·:';~;:__,IrIY:
predecessor ,"::'Tholflas"J'. Plan:te" cen t ra.l I ~,~9tt1e :,~\JPE!:r¥Js.~on:---C);
pa te'nt" tee rvices:to,Bendi x:,,:changing tJ'1!=!,: :.' l:E!P.9r: t~,~-g:,' :re:,'s~~,ri~i

'. sibility of each Bendix patent att"rney fromt!:>e di"isfqn
";j~-'~--"~"'--genera-l"manager-,to-'himse-H'T'a,,,-chie:fcccpa.te:')-h~qunse.Lrr--gur.illr--L_..~~~

this. period, howeve.r , JwhiChLbsted LUnt:i.J•• !I).t,? t!:> .....!~;m!.!\,. ti:>e
patent::department .r epor t ed :.to:a, ~er:iE!~:::-:,C?;~:' l'l0ntJaw:y,er'V'i~~:

presidents. In some cases, the engineer ing - 'v'ice' president
and:::::.in"othercases ~,:}someQne:::.e1s:e~,.Th'e:11 ,,:eClr~Y;,in 1970 the
pat'en t department, was-placed;J.m.der,the:,.sup:e r\~~si6,~,9~,,:B:,n9~1C I

vi-~e president," secretary: and;: gene;af<:().u,~-s,~:~~ll.e.r,e,~."i,f",~,.3,S
been eVe r stnce, . , , - .

.A;.lthough . there are a number <;>f exc.ep~I.on~', •.~
believe the tendency today istq pr"v.id" central~z:ed.supeF'"
v-isf0tl: f,or: cor,po,r.a:t,e:patent departmen t s "u:pde.r;,~:;:-:,c,h~el:;p~t'~r-:t
counsel and to have that :,coun'sel::,; r~PP,rt~ :t.o,<::tQ~- 9e:nE:!r?!
counsel of the corporation, despite the fact that the.pa~ent
department primarily serves the engineering department with
rrFin6Y: ~< t'h'iYu'gh::':" Lmpo'rtarrt, suppor t,:"to,."mai'1,ageIflen.t and the
techhOlogy licensing department. Rec"nt .' cour.t decisions
regard ingprivi lege 'and ••. the. growthicn.. imp<;>{tance of .• legal
departments to corporations has encouraged th~,~.,,::tr:~~,~.-,,:,,:,,·:,T~~
desire to insure a coordinated effort and to maximize use of
the. entire law staff.i'1cr."as".s.th.ic", :e.n"<;>ur,,geJ1le'1~,

,.1 nte tmed:i-:a.te" /,Foreign· ·P.a:ten. t: C.ounse 1.,,) :. ,,:~h,.'~.',::,,~£~h.4
t'oday::;::i's',' particular,1y:, with:: ,the:: g,r,owil'1g ~P.l,~oFmi~Y::,A~:,:,B~,~e:ti~
application . form and substance. encou r aqed ·.by· c the ....PCT .. ai'd
major .ch"anges. in,Ellropeanpa tent.laws,t;orU,$ ,pactent
d.epar,tmen t s.. to: 'eltm inate: fore ign· -in:te rmedJat.e:t::ou-ns,~l,~p~:t;:.\4'~e,J:1
the U.S. attorney and. the foreign aqerrt s , . This •.has been. made
easie,r" ,.' by the',t,ncreas'ed. 'number,,'of,' ,agen,ts,. >:t:h:r,oughp,ut,: .. ,:th,€!,
indu s tra:l i'Zed~worLd. who,commun·icate.we,11: in:: ,:,EP,91:i stl, ','~c;s.r1:q:", :thE!'
adoption of English as an accepted language. befo.re the
European: :.'?at:en-t: Of:fice'~ , "':Fur,ther,,':i t','was:no1:: Lonq: aqo.. :thg~;,~,:t
was -necess ary toprepare"lO diffe,rent:::re,v'i.sions::,::·,o.f':;",a, U.S,.
application tofUe it In. the lO.major industrializ"d
countries' ,of ttle",world'.' Such: is,not:,the ,c,as,e.,t,oday;"and,::,h~nc,e

the'i n termediate" :::exper,t a t:>:'pr'epar i nq. and :' prqs,e.cutJ ng,,: 1::.l:1~l3,E!'

applications.:is'"of'lessening'. imP?rtanc,e. Further:~()r;~:, :~l1,~rl
the preparing U.s. patent attorney dialogs di.rectly ;d.th
foreign agents regarding the invention. and i.ts .p r oper
des~ription 2l.-nd<::lai~s, a.strong:r patent is obtained without
the --'ineff icf.ency io' . co.r:t:e.~~:ion:., and,'11l:J!S\l,l1d,~:~,.standing - which often
ar i se when an:,int'erme'd:i·ary is,·used'~ .

to-"usea
r e t e i rred ,

NevertheTe~s ~··:the r e: are,: st i11.'depa r tmen tS;.organ ized
foteign i'ntermedi'arycounse1,-either-on staff or

These counsel unque s t Lonab l y.vhave :'a "familiarity
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wi~h. "':lc)re,'fgn'Piilt~:'r{t:'ia'ws' and 'have" tonge'xperience in communi
c~tipg-'wi'tbfore19ti agents'. Myolin-; preference" however ~",:is"

fortheU'S. attorney to deal, directly with the foreign
"gent.' Idoriot consider , particularly with ,the previously
ment;~?ed" :ltI?~~mE!n,:t.t0\o1ard'rCltionaliza~Lon.of "the.-,pa tent··laws
andp~?ceduresof the world; that a foreign, patent legal
e,xpert', is as important in obtaining> strong, foreign patents as
is, "tIre" preparing ,attorney ,who has an.. expertise ,in the
in",ent;~oo 'and:,th,~p,roc3uctsi:t,is.desLred to. protect', and: ,Who
il; increasingly a9cruiring 'a knowledge of foreign patent '. law.

WE!: Jntl:le"united States' are not, as :parochialas::we Once ~~r.e.

Notwi t:hstand irig , the above; Bendix presently has a
hYt>rid system with"a foreign patent<departmentin Paris whicl1
intermediates betwe'en thecorporat i'on"s,pa tent'::'at:torne:ys,.:, j,;n
the United States and the foreign agents. However, with the
~dve,nt:..,o~ .. the, EUl'0pean ,patent Convention, we are training our
U, p.;attorneys to pr~p"re theU; S. cases as close to EPC
re:'<;Iu.-i,l'e-JTlEin~si-, a!)", in' 'o:,ur, ,tudgment is '-'safe,: and al:sq,'t,o
ther~aftermodifY ,the U.S. applications themselves for filillg
withollt foreign agen,t' modification in the EuropeanPa,t"nt
Office. "

A~o:':an,.: 'asid'e,' )fOU 'may.be interestE!d to":'know,' tha;t~ l·n
arecel"1t" sur',vE!Y"(),~" corpo r ate pa'tent ~:'coul"Isel',l·t): was.,[!&porj:ed
that' th~, mean percentage of, U. S;"patent applications filed
abroad was 45%.

Line 'or ':'-'Sfaff :"Vicen;sing,:Man'age'ment,.-' Se'lect·i'on',' :,from
:t~7se al,,~,ernative:s for, the organiza:ion of corporate patent
andtec~llologylicens ing activity.is"Imo,stso1ely a function
9f"m~J1~ge1!'~1'1t"'s'-'vi,ewof·, the relatlv~,:impor,tance:,:tocorporat.e:
10,n\lterm profits ,of a"program>to'license others to"use, {the,

""~co rp()'['Jl~,i:()n' ,:;,:t;ecpl'lol ()gy~-," .... ,$'Prt1~::',rt1e;t';'l'Clg~tnt:!fl~ s::·t:!:~S~,,~~. ,,~:~;i~
.appro"chandmeet world demands for 'their products solely,by
corporate sale,S. Bendix very ,early opted for tile combined
salesand,world",idetechnologylicensing ,approach, which was
e,ncourag.ed. because the'corpor'ation, .. was';__.founded on':license,:;
w-hicb:---Vfricent:' ,'Bend ix' himself:: ·:took, under: ;:M .,:"Per rot I s--:F,:rench
brake patents'; , Bendix "has over' the 'more, ,than, 50 ,years, ,pfi.ts
exist;ence' continued'the pattern established 'by Mr,.', Bendix by
both taking licenses and granting them. so that today royalty
:,~n:~9me. a:nd.. l'icerls~d.. product. sa-les provide a significan:t
portion of"our- 'corporate ,profi~s': ',Never"theless,:"w.e neve r
lose sight of t:hefact that our licensing program is, a
bY"'productof our product, development, sales, and, patenting
program which,:', is Bendix'" 'majoractiv.-ity .. ,

uni-t .'Or :Cor,poratepPaid, E,xpenses·,. For.,()ver l5·,ye~rs

the Bendix patent department, has' bllled.Jts services, at an
hourly rate to the units of the organization which request
';'ts"ser,vices. The rate when I ,joined "Bendixi,n 1968 was
$18 ;75 an, hour. For the forthcoming H,sc,alyear .ou r rate
will be'$60.00an 'hour, Booked, ,income ,from til is chatgewill
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cover ,all the staff ""p"nses, of the patent, department with
the exception, of a small, .amount;'. carried by' the' corporate
o,ff:ice;s:::f(ir .r,~he' , :~,e ryJc'~,:~; <; we, ,: ,:"p_e·['.~qF.~;, -~ q~~;, :;A~)Ll~: ::> g;~, ~ ~ '9,e'r,s, :'aIi:~,
e~e<;_,u;yi"Y~: s. o~ ;,!;q~.J !:,:p~i-~~V'\~,e 1 ~,;; }~;; '_,J~J,ll ,9.":: ~,o'~_:: '.'.;/~,!J:~:~,_~det.:" ';:~,E!:;~ ~ ~',~,,~
?~,r;~o t, tn.e c3.;'ci.,e I.J. gg. '" ~:~:!?: >:, ,;P,9-,:~~~ q_,~>",,_ d F,,~,~,J::in9:'~i t ,'::'. p:a)t;~p}'~.~'::o;"t~::l:~,7:.·,':re:',E!fS::~~
h~1gat10n ,ex,pense,~and. so "f~rth ,.are" b,~.lJ?d, ,dJ,r.ec.!,ly, t~ ,'th,e,
una t ,f?r ,~hom ,the s"rv1c::"s are p"rformed and" a~e nqt part of
estab11sh1ng the overhead rate. In other words, we bJ,ll our

I~-' -,.. -, -- -un-i-ts-;-a&--pr-:i-v-a.t...-f.i,rms-bill~theiL-.c~i.eJ:l.tJlsep~ratel-Y_tq0ime------_.' _
- and. ,q.];_s):~~.r!a~.m,~tl_r;§· ;''-F-,,"~":,;'.).l "h:,,~- ~,c.,.,.! ilL ,Lilce';::<t,.: ;.~".L ~u:~;;,j,j;;;.;:j '.

::: '::'; ~(n,;;:,-]"'>'·'::,'> : ',,'-: :S, :'-j''? ::! c ::':: J"~i·"':-',:", ;'" rr " , ,';.' ":'C -: '''; ~', ,c.

UthQ,ugh, thi~ ;fo~m pf.:s,flPpor,fiJ'lg P~S"ljt.c3.el'ar.tm~ljt'
expenses, i s .,gr9wing, ;it:,,is, 111)I"U'1d,,~st~~li'P~n.g,t'~a t.:.s"t:i1,1,;1;Ii"
more common method of supportfni;f pate'rit 'services '. "nr""to' "-make
them.al1"ilab1,e ,to all, gl1~t:s! Qf,,!,h.e,.co~ppra1;i911.,,'(.it:tI.out direct
charge.';;; ,orhe'i' ptefetel1,:*,fqr"~h,,'l.,,t~er::':1'is1;e~,"i s }?pth
histQrie (tbe'.billing type, systel1l. 0l11Y;;liaY:i-,)g,,,l)e'!!nl'e9i~nsl,Y
ini tiated,)and,philosQ.phic (S9111~'" tieH!,ve.jt ,,'ihs. a;:s"t~9l1g,~r
encouragement; itO., pro.t~<:tinven!,~qns g·e tM u,:,.it' S,i !,,,,,:,,,ge!\i!,i)t:
doe.si;.mot bear-:;:".the;: ,.exp~p~f3:)' ec ;':jlt:"d~S,;*,Y,.,,'i!x~.~,r:.J'~,I1~~, '",,,h'q,,,,~~~~;;
thattbe unit.; bilHn9 ···,sys!:""' .en~9u(~9~s'·~"r1"'g;~~eli;~·
participationi)ill"pate1\1;, matt,e.~s ,and thl1.~· !!(Q;l1~pes ,a ,s,gil-,i'Pe,~
more business. or i.ented, portfolio, ;!!art~cula~ly,~he.n,.€here:is,
provision made, as we have, for' ohEainTng corporat"e "fu'n'ds"'to
~:nves,t': in>;;valuablei:",:i',l1Yf3:r,tt;Ql'l!:l;,:!?f ,;.,a,::' uJ}~ __~ ,:~?()se,: ;.c:\J"J;:~"ent profi t
and loss.i s ta temel1t dQes,not: encoflra",,, j€s"niari~9~ine':'tt9f~1!!
pa,tent; appl;-i~at;~on~,,::,C)Jl:' ,:""i'~!:l' -- CilF:J;~I1:~"'-, :_,i ~;\I'~n~,io~~:'-.,,::-·' :",il'~',9_", :tJl~
larger the depar tl1lent , the' great~r,; €1i",t:ten!l,t9'(;a#lb~n~#q
f,or: ,:.s,e:r::v.,ic.,es:i>i: ' . , - , ' ," ",.

-,:-,.;,:;:~, ''''. - , i .. -': ',~ __, ,:::,,'" ~,' ", '".-_

;weusea,comptit~r ··to; '.prePar" .otifti~l'i.;'!!id
disbu,r,semen.t.billstQ;qur ,. ,d;,,;," i,pna~ qn i.,1;.s •,;. 'Fr~)1l:",Jli~,~
cqmputf!,r:,::__ s t.q [.-,ed i,nf.o,r~.C1~.ip,T1> ,.J?,Q(BI9.c;];,(ant.;: ~ ~ so,:, :.p'~ rm~:bf" ~ ll~."'1;~
obtain" s t",tiS tic,. 'u~eftilin"aQ'\\fll~st~ri.;ng>,tl)e. ,.~·~P,,~ tl1len.1;:
For example" ;we, g~ner"t:~,. r!,!!qr1;s:.sho~ing ;;the IlQu.rs'l!!.!'n.t:.l>)'"
each patent ",ttorney;preparing., illi~,~(os"cl.ltillg apP1"ic.~tiCir1~;
d:ra'f t i n9:,f,: ::1 i c eAse s;~::,;)(,;,s1:,~~'ying/:>.;, ; It f,'-r,~;119·,~~!e:~:~s t.: ,,::wO:.J,~~1·hC3 ':;,:~,';:9 P
litigation, '.' prote,ctingii'trademark~i,and ... sofpith,.",Whi],!',I .:;I.I~Y?
neveri'been;one.to judgetbe l1a1geqF, a. P"~!'~t'at€oIneYb¥;.t\j~
nuniberofiappUcatiQn,..:he ,qr "sheAil"s ;"n.l1ua l J:1r!·:i"I ,d?, f~el
tha tcoUection and, diss~mil)ation of tliis,typ" <>:f.,st.a.t.ist+9~1,
info rma t Lon: c r,e,at,es, i'," a :-:: p.~~~: ;~~~.'-:. :;,!i~B,~;~,Y i~:()r,Y::,,~t?,~,.~;~,~.'~~ ~.-;' ;:::~~,ci ~,,: __:' ~ ~
conducive·.,toccke,eping. the,; ,impqr,t"nce.;.,Qf. l(fq9i~':'t .,patent
applica,t,ion,',:,·fil:ing; f,qretn()s,t:; ~:~;, o,,.,.;J; ::",p~~'~-?~> a~'~cirrl~')'s '; ,:;:~~~q.~,:~
Since,;:'manage~~nt ,':.$ pres?JlJ:f .e;c;,::~9;r,: ::!,qrk:,. ,:~,s ,,;:,,()ft;.~;n<',~9s ~,~, ~~,tti:;m~,~,y
d'irec,ted: tQward:,:'lic,en,s:~:.ng,.,.:"iin;~JJng~tltE:lii~~;<)nd::,: ,ri~:.i9a~~'ory;,,: ',;-;~~
is impor tant;'to remind per"onnel .;~(l,.!,as,~.i,:,.·,t,liis,l'ii"y;Sli"t
without, a, cont:inued",str'Ol1g ..' p"t"nt".portfql,ip" lJce.ns.i.':'9.;
infr ing emen.ts; ,;and Htiga,tiQn., ac,ti,,!,it ;;e.s " wpu;ldulpma1;,l( 11
dete'r ior:ate into ,nothing,~:bJ,lt '::d.e.-f:,e'nsA"i~ :,:":~;t;.~on',.,' , ' "

\' :;" '~', ,"'.." ',,>,-,,{ /. ",:c:.;:.->:,,;:> ::: :'i::) ,;;:.:,'.'. .';; ".,;. '::;:.,:" :~, '~"""

. ,!!!::!!~~~or Ou.tsidePa!~nt~!!~,rneys, ...p~ol:i"!:>~Y
m'os t ,medrum'.an1 l-a'r,,g:e U,.•;S'..,::;-:.co,I;:pq:t:':__~t l:.pn,~::,::,; h§l:Y,er:t;;q~ ~.;
intellectual prQperty legal work, except fQr litigation work~
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perJ,o,rm,ed.'by,'",1nc-houseor' .'t!mplby~'~' pa'~~nt.ciEtcrneY:s.,. Bendix;'
uses ,this: .fe".rm ·8:E organ~~~t~iof1with': ~he'm?dific~'t~6n 'that :'we
try to place a small percel\tage(u"to15%)9four . patent
application· filings .witl)outflicje .. (non':-employee) a t cor neys,
':J:h.i,s ,prov~q~~'\1: w:+th:~orn.e }oyatand-ed,llcat~<3 ,.co\lnsel :~o ':whom"
w" can turl\.· ill P"r iods o~ ()veqoad. J have found that many
cO,rpo:r.a,~i()ns f9Jlow t;b,is:'p;actiS,e'.:;" a,cjw.eve!:, -:fewcorpot":a:ti"ons'
v.ust their licenflingw9rkto outside counsel. Approximately
50% of· the time spent; by· the "typical" U.s.· corpo(atll .patent
department is spent on U.s. and foreign pa.tentobtaining
Cic:t,ivi t,~. ,:rn:?v~r,)'l~J,f",C?~ ,th~se.compal1ies, I estimate their
patent attorl\eyssp"l);d 2. w"ekso.r less to prepare a U.S.
"pplication, buttechl);icalsu"porttakes an additional week;

Attdrtieysdi'Manage11lent Decide_on Pa!ent ; A:eP1ica~
.lli!:!!.. Wh:1l:e: rn.,C):st:<::9rpOri:ltion,s.""involve their·,' man'agement :',some·
way In decidingwhethe.ror not to file patent applications on
~llver:tt~()J'l~. lDad~;.by .',th~,i.r' ~mployee~"""these''"decisions may: be
ma<:l" either by patent . at~orne}"swho management keeps

.generally. infor11led . ab9ut .the importance of various products
gr::',p,rp,j ects. to;:,c?rpor l;l,~e ,'}:)\Js i~~ss,:J;oal s: ()r::,' by -- av.commi t tee
c:::omposE!':d.C)f,'<~o~,tly,l~ne ?-,~v'ision',-personnel,:which'reviews and:
J:eco:rd,~ the 'fat'e 'ofeacti su!?mitted,' invention: disclosure.

Bendix follows· ~he. latter. procedure; Each o f : our
~'i. Yis.f~-~,g'i:!rl"er:aJ:'man'.ag,~;rs:~,,'.;~~th-,:the",'adv~ce.. of:'>the: dir ector.of'
~I)g i ~e~'r i:~g,,\,~,nd' ,,~,a'tentcoun~,E!"l,,'-es t1b1i ~he: "an:,: -if1vent Lon<and
patent committee' whose~ pu~rpose' it is' to' make decis-i'ons
regarding the protection and assertion of the':"·'d,i'v,i'si-on,',s
p,,~ent~ tradem.ark.. "l);dtra<:le s"cre.t rights. This committee
prefer"bly ino;:lllcjes",,\~il);e"ringiplanning and marketing
pers()nn!!l, . as well "S ",pa~"nt attorney·. and the general
m~rt~g:"~I'-, .',c?r hJs d,E!:s~:grl~t~..~ ,"" r::~pr,E!.sent~,tive ~ "The '",committee
meet.l!al! . OlOte" . "S the vol lime of.itS!'9rk .dic.tates (this is

H~"-s~met-~w·~~,;'o'n'c"e' a~~,:morttlrC--:~fi9~eE~riies'··~~ce :'~verY";'six:; }months ,',:or
tE!SS :::()::f.t~rl).'~llo;~~ '" ,conferen,C:~" ••• "mE!et:ing.s, ,'(now, m3de,,: tnuch
!!aflierpY.PBX . "qtlip11lent) are encou~aged; . In the larger
g~yie~0!1~:",,1::.~ere· ',' may, .'b~s.epa'rate' comm~t,t:,e'es> for :'i'mporta:nt
PF?~UC1:,,: '1in·e~:t...; .~~ch'a',q.ommt~te~"p~ovidesan ;:ideal:>:,vehi9·le
f 9~ 1\1~i rtt,.!;1,.:i.ni ng '·~.!'od "comm\~n:~'ca ticn,:';be tween;: the·: paten~ ',le,ga-l
fltaH"nd.th". division "s. weHas 'providing the collective
E!xPE!rt;isE!"ne,ee'~,~,ary:,.to ,~Clke:-d7,C:~s i0t1:s r.egarding"for: example:
(l ) the filing of pat"ntap"Fications andtheco~tinuationof
p"t"nts; (:z) the· maintaining of i-dea.sas trade secrets; (3)
,toe, c?ndlj9t;;ng ·'O'f.·..pat:~n~'"il'l.frin-gerne?t·", l/alidity,"nov~lty':and
st-~~e . o.~ -t:hE!:. art", 'seCl~,ches.~'" atl~· ,i( ~.> -, the'malt ing: 'of" decisions
r~9arCl;in,g corporace ,ciction, on "inf.ringement and licensin'g
matters ,.indeed, anything which needs the coord.inated
attention of div.is.iC).n,man'ag~~:ent·andits patent.:counsel. ::We
feel that such- division"'committ'eesmake the most cost
:ef~E!ctive decisiofls,..regarding e.xpendi~ure of money to protect
p rop r i e t a r y i"formation. (rell\emt..ar, Bendix divisions are
bil~_ed for· their I'atent work).. Also, they restrain any
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tendency of patent attorney~t:?",e~pirebuild. Moreover, they
keep management involved :,-.i,ii<~,:pJ(eir intellectual property
f\rot~F:t~~,pI~aI'ld".as,se.r",ti~n"",,'pro~,~el'l'\~ "t~u~",max irrti zing the
s:tr~r:igt:li '~nd ':,E!,rifor'¢e'al)i"l rty 'of our' !:patents';andi ::tr'ade secrets •

. , •••..•••.••••••••. ,·•• ';8r;81'ell~iSbrjlfjt.~a~~l'i1ga1!; (persons ..• 'Specially
f~~i!l"d }n ~~e .1. a", bu~npt lawyers)}iave' ,~""ollieV'ery:popular

-: ... . •.....• t~e. pas~ J"!ly~arf)r'the.l.l"itedStat"sas~n'outgr,?wth' of
·==·"'I--------------.l-""'yer-ij.'rr"t~emp~·c;t.o"I<"el"c;l,,;!,,L?coij~-..-wLt?i!l._?:9)m-g.s-~;UJ'?wey~r,'----'------

tll,,~~ ••us."1> N'_s._ Joe,,,.!" 9.~.JI;"AP ._1.,""g_".< :.durat~9!l1!l'•the patent 'law
~.~e1,4, ,,' ,wh~r e ,tl1~Y:::: ,ti?ve:,b:~,~"h", ca.:~,,~,e~ 'n \3,~'ten t'~, xr~;i:~1)I1'nr; :p,e-r;s<:fri·~-e"l~
~h~F~;::. s,lIch. ,pe·r7,pn~eJ:",,~'r e,: .1Jsed, ',:~h'e.y.":~:i~,, of ~eri"'f,frSide;nt'~",in,:'i,t,he
E!~giJ'l~~f'~l1~' dE!parJ:~~,lE!'n,1=-,s,;' ,<?:~", ,th¢ ,,' :'Co',r:po:,~:'a,~,iO'J'l' ,s" ":'diytsi,ons' 'and
i! r:~ ';:: ,r; e.!?;p,O)·i'~(~,,~'l~ :'"J::9~, [ ';,,9i?t (:i'~'n,~)i9 ; p~'ten:t",9,:i s e l. 0 sure S'O . 'f,'rom
~"ng iJl~,~~,S,.'" fot,; i~,rainl~g,',',,~,ng:~he~ ~ S'.' '~,o,w,',~9·"wrlte,di's'C:l,:osur:es
anq,:,ho',\i ~9 "pn~.~e·rv~,~,tfe',~~,l:den.c"e' :6:f,,;,;i~'v:~I1ti..on; fo r'~>obt'aining
99cum,ent,:",signCi~llres ,',,",jind,; ,', sometirnE!s:',fot· ' 'r~w:i ti ng,;:.:(ji:sdl:osuxes
i n.a f"rm V'~ry ,c19se to that of afi!l.ished.pate!lt
a pp I ;'Ra~,i"o~ ~;" .... :"" l::o·m.in~:ri':f~,~WhO ,<36,,: no~ use': pa,ten,t"';lia:iso:n
p,er s,.9,~ipe,F"i(,," rpJ~,,:~,:~'":' CJ'~ y,~ t 'rri6..r '~. ",:,,(;l t t,~nt ~:?,n, ~,~"; 'j t'r ,aLni neg"~ ,t:~e:tr
e I1'g iI1~~Ji'ng,;·; sta~f lS:~,".:JIl ,,' ~:h,~s'e,nia~~'e r ~,"atld , '~ak f rig p:a',te~nt
attorne'ys"mor/e easlly' <avatlabie" t:?,:e,~c;t,neer~, -p,art.ic'ul:'arJ:y
the most recently hired member's' 'of the J.e:nejin,ee':I"i,ng
d,epar.:~,ItIE!nt ""J9 a,~,7:u.re; ,.,;t,~Clt ,~~,eY"are <en~our,~ged . ,.to identi fy
problems ~h"Yh.av", solv"d. a"d to present to the pa ce nt,
depaI':~-I1lf~nt :··inv,~n~~'?fl,;.d{?;~ios~le? ,~::7,'.· Ben,dix ,uses the,:;:latter
:;'~·s t em. . However ,'., "5 ~J:l.S'~, :w~, ~,a.v,~" ,f~V:E!I1~io,n ,and'", p'~t;en,t
commi ttees within each' 'division.' you';:mlgh,t, 'say ,w,ealstf":'u'se:;'the
J,pr~~;~,;,:;;"~x:~:~,e~,,,<.,~.?\r:,:Jh~:m~Ine?,;-s ,c;>r" .,our, ~nvTn~io? and patent
cOJ1Wli};tees 'p,etf,6,r,mniaJ:1y,,,'_pcif~n:t l'i"al's,oIf r"f,:unc~tfons •

Trademark·.. and" copyright Matter·s or Not. About the
{),1)~X:s,i~X"lFli~y:.,betwe;~n ,~,,(ad~mClI,k;', 'a'n'~ '; p',atent - .~~~ .. i,n,: .'the
U!lited' S.tates . is ." tha·t they ·botli deal"" 'with ,mo!lopolies
t:~p;'c?,,(:try~i,~:,~~~y,;"-:::~,h e,;,.' ::' p:rr',i:.t'f;(d:" ,,:;;'~',a:~ e s' ',~, ,'G6 ve'r:~~~ ~:~~ " ", fomm,~,r:',c e
D.~,;B,~f~m~ ,ry,t .,:, <,:,','~:~'y e (~?,.~·:tJ~t=;,s" 'rria~,'y ""p,~:~'~ll~,", '-F ,~,t 6'r,;rr'~~,s" ':,a,;l,~o
p;:r.',a,c::t.tc: e,':t,r aqejnci(I.~:, '~Cl ~:' :,a,:~d, ,9"e,"n:Ge, ','rfr~l'l y,:-':~,()r,':ri? r'a"t E:! ..,\'pa"te.r~:t
depar;~inel1f: s:: ;:a,re,,:t,~s:ppr"s·i,b~-,E!::J.o r'}: ~:a~e:in~;r;~,f5::;a'.\cf,,:ano~h ~,r: '::'~ ~,~n,c:h
of' Ai'ntet:fe~tuat 'proper'ty' law invo'iv'ing,':amorlOpoly ,'re:C:'ognized
-qy" tJl~::.pn~,'=:ed: S~~t~,~"G.o:.ye,rJ1I11,e:~,t, -~. ,cppy;:}gp"~.s.,,More often,
pa~~:~:qpl"~:riy.,::in:,,'co'rpo~a't:id~~·· ~N~F:~' t:,h~;',p~'.~'~,t1t ,de:J?~,r,~mept.is
C,~OSi~;'~'Y' Cl~lied >."tq:,:,9;rr,~B()'r,,~:p: t~ engJn',e~:r,in9ma~~g~~'e~~,
tr'Cid,e,ITJ;ark,.,an~ c~P¥Figh,t., at'~oFneys aI'e"'n9~,c,'~'11 "~h,e -[>a~ent
(je'p~r;~m~nt;put:'.'r:~~O,,(t',>~i~,e,ctly;, , ~9" .'~h'e: gerl~~al .... :c:C?un~e 1,~ })r
aIlo,th,er,>':,cprp,() ~ ~ 1;e:',(lfJi c?r". 'c. :"Th i:s :,:,,~ep'9s ,t:'o .. ,~'?'"a1,s,o·',:fh,e, .. 1110,t e
1.p<~j y/;f o'r~:'of '" o~~g,~ni:,z~,,~ 1;,~ q~,' 'i ,rl,:' ..co'r.,pq'c~,~'iqh:~ "~,~CJ' Iri;ar'k"et
con.s.u,tn~,r,; .. pr odl1S~s,:,a..~,?,~, t'h~r e fqr ~)" "\t1,h,o,,se"""~rf!?~ma~'~'s a:ct',e,' ,~o'f
,~·'.~F,y,:;:·'gr.,~,at.:.::,i.m·pC)r:t,anqe':,: ~() ... th;etn'cin ,,~~~~ta~,ninCJ'::,:.t,~~~;~" ~~le!3 •
.~~:93:l~,E8~,~,F~'; ?~, ,,,:~hi,s::, ., o;gary i:~~'t'ion', ,J:rt: '"o,ve,r:,' th~ee:''',qu'arte,t,s ,of
',th,e:: p.~;:;;".,::",;,c.,CJIP()i'~ti~ry~"",J'l,:~v,rn9,,,,f9~E!:~9.I'l",:,~:f~~,~+~~~:!3'- fh'~". u~:p.
parent 'handles' trademark m'att'ers fo"r '1;,h'e, fore'~9n:"~ffi+~ates.
This is not the case at Bendix. r '
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FUNCTION,

'Inclo$ingI<l'o'Jld1:ll<e't:Om';hi;ipn,~h'e, fUhC~i,?n of
a U.S. corporate patent department. 'i't-"ls',in"my opLn I on,
the, 'responsibility f9r" .tna,xitnizing A:l"!f'Brc:>I1ri,~,tar,yaspectsof
the ,corpouUon's,in,teUectual -, propE!ity,' aijoJfo,!"cono:l'1c:ting
alb ,leg,;l "activitY'9fthe,,;sqfBoratIoll' 'relating ,toiIit.. ~'"
lectua1' proper,joy,right~~7":c,namely~pat'enjos ;~raoe secf"~s,
traoemar,Ks'cano '" copyrigh,t:s;""'l:'hE!,S,e,,,!at ~E!Fs "yn,CIlI,o e the
secudng"mo ,m,ainjoainiIl9 Of ,l111f j:!,oStates,alldfOreignpa~el"lt,
traoemarK, copyriglljoaoo joiaoeseSrl'tii9hts, ,taking', ,,0
iadvocate _~::s;_- jr,ol~ ;:.,:~_n j,,,,~,I1to_r.. <?:i·ri_g.< _c'th_,e~e .,', ::,i_n;,7,~~~~_~~qt,u'-a_,1_- ':,: p,l'ope~ ty
;:r:ights,:; 'ag:ainst· __ci:nfr'~n,9~:r::S:~' ~_np :-~,_r,a,:f,~,,;rig','_:~~d :,.JJ~:r~t,~¢Jp~ ~ ;orl~-<;n
ne90tia,pJ,rtg l~c~l)se_s-, t9_o:;inf,ringeI::~:':¢tric3;:: ~~~~r~ "q,~sirt~'l(t: ,~o :u,s~
,the "corporatiOll 'ioteuectual,pro~ertY;. '"',, Hllo' in,c,ludeO,}s
:provis'ion' >.of,' a' _·:p.re:vent,~v~,:-J;a,!,_,_,s;;~rl{~,ge•.~.: "" "']~.Y'" , ..tn~,s ': ~.,'.~,E!~.,!':~
(;1) •• ,educating company., pe r.aonrie L, at' <\11 lE!y .. lS',<\boUt· the
importance', anoprOP<arjorea1;JII..n1;pf fn,~..J.+...,c:1;lIal Pf~p<a~t,y; ,('2)
aovising. .on patent aOo:l,., o"t" clau~!"s ." ,in,. cqntri'cts,Qfall
kinos; . (3).aomin,isteri,ng "ll o.u.t~foe ,ioe"", pr"gt"m;ano. (4)
opposing ,(wherelawspE!rmit) tile, gr"llt;,ng , of:pa~~ntand

.traoemark"r.ights, to' other,~. ' ,"

Ofcol1,s<a .'~h~'pat~llt'o ~~at\:;';~~( a Lsotakesa'ri
advocate.,I,s r()l~ ~lf~:~:~"0 the .:p,i=i.rpoFat},q,~ JJp":~_" ~t;;~lf::i):'~:'rt "the
PO,..i,t.iooof ,an, "ill.ir i n,g~,i>f 'qfw,;iitfllg to' use' 'til'e
inteHectl1a1propE!rtY:rig'1ts of. qthe,r,,,,; .

Iopert6~tnin9'it'1ese i:a~J,si t i~Ciiten,rie'd~sllafY to
counsel with other legal' experts', 'eft'het 'ins'id'e' or"':'out'srde
'"the:'"corpo r a ti:oo::, s:ll.c:,q ." .as -:;ClI1t i.~,r;us t,; __ ,an-sl, ": tF,~q~~:- "iregula t ion
:,c,oun:s,.,l,: tr"i'al~'-' ~(;t()u9:s;~T~; ';',g;~:i'l~~rr:'aT ·,~,'t:,~'9F',lie'~_s,:~:-~.~<a:,s,:,w~l ~ ,~"s
'internationaJ.,.le9"! •., e1't1!"Fts",a.nOCQ,I'po~a te,,' 9~g~niz,aH;9,1"l

·",lawyer,s·"p,red9mJ.ll<antly"" 1;hE!' exper i,!",llceo:l "pat!;n,.t '" ttprne;yin
,thesedE!partment~hall r!"sp~nsi pHities b..yonaal'l'~ icati'on
pr;epa.-ra ~ i.:Qi~',· ,_~n~,: p r ~,s~c:,~'t ~;,~J1:,,;,:.i.nt:. r:i,rig,~:~:en t,,",$ ~'q9 ~,~ s:' :,arid :;::,n~:vel_'ty
OP~,I1 i.:OI1s~, ;,._:Nev.~r:th,~ J.,~~9{,,::,tJ'1:e s'E!" ::,c·q1.ln,,~,¢~~, .. ,',~r ~",'- :_~ri"tJl~,.~· ':ay~'t~~tJ~:',

,e1'l'ecteo, "toftl,e ,abo.ut .. IS.; u.s. pa tentapplicationsannuaTTy.
'-", "':',"-'- '...,'--,_....'.. '.. '::-' ."::":\") :. ',".:,; ,;,') ,f ,',

, .: ,~,': ''',In: ·m~~#.i"i:tg"':'fhes__~:,; _r:e,sp~'~:l;;':~l;>.i;J i.~J_~_s" ~"--'::~()Ilsld-'~'i<, ,the
chief patent counsel's .role to be: (1) 'maintaining, a

-. s~; t~ble" ::org~ni:Z~~io~rl·:."wi ~l'1':"" :,a,R:~:.gp:ate" .;~a~p9...,erf ',<-2 )'<3;d~~i,ni',s,:
,tering, the oepartment.,to keep ,tt ,effil'ient and ,well' se'rving
the corporation; (3) coaching' the' oepartment by pl'anning a
'~t:r,:~:t,egy.'t;:o tlt~~ i~~,z,e", ,t~:e,'-- V<3~~e t:9:f- :,t:h:~':: '<::()~P?r a';~J6rrJ?r_ppr~f~,t.a:rY
,protection and 'guiO:lng the profess'ionals' in the decisiion'
making requirE!O by thEdr work; (4) leading the oe'parl:me'nt by
,pa~t;i,<::;,p,?Jt9n\Jn':,',~:~jci"r; 'n:e;go~,~:,ia:~i9ri,'~'" ,,:aritf':'~,ak:F6"9_,': ~::~'~,:F<::
ciE!c i S;i:C),rlS ,,~,:n.;ke¥:s:i:t;ua,t~:?·p~,; as.:: ,weJ+-: .'a'~ ',',' t51"~ei,ng'".a' -sp'o~,e~~:an
~o~ tbe qt:;P~J:",,~~e~t, 1?,o.;th 'Jili;th ,t~',~,: _c?rp9nft19rl'~,__ s: ma'n,agement ':and
outsioe the corporation'" ' , ,
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A specification':'is of "great.::::impor-t'ahdetbobta-in',-'a ~pa,ten:t

for an, iny~_ntion,:~fH~lt:.~ng, from the., e~forts, in research' and
development "'and ,'t:o,c:sectire a: patent protect-ion"for.' 'the tp.roduc t s
of the invention.

wel hav'e!-stG.died' Japanese laws and> court decisibns,-:con'dern~,;

ing,th~:s~~c~fiC::Cit:.ip~~"part.Lcu.l arLy ,_ the d:tailed description
part :'t'hereof.' N~'have-:also comparedthem:wi,th' the~ir-:: counterparts
in the unit",ds~ates.

Firstly ,"i t;- ii:f"essentiaf<tb:' c Le a r Ly' -descrfbe:'in-' ,'the'
detailed description part in the specifica~io~ wh~t the invention
is, i.e. "the object" construction and e,ffect«:sp'ecific::'advantageJ<
of the ".inv~I1tio,n,,~Y c:,~~ri,fx~n9" 'the tec~~lica~__ relationshipthereof
wi th cons Ls tiency, ," Secondly'; it,' is' nece·ssary-,·to, 'de,fi,nitely,c'describe
the Obj,ect:.,,: C;:0I1st:rll:t,iqI1 (;l~(:1, ef~~ct,of.. t:..he, m?des of practice which
represent lntermed±ale' 'conception- Between'genera-l-' concept. ·of,;:__the'
inven~~?11'"a.nd, sI:f~ci;Eic ,c:9~cep;t .?~ ,~~~", ,etn??diment t~ereof,so as
to cov~r:the entire s cope of: the> inve'nt:ion .. 'La8tlY-i1o,i t: "is
necessarx;,;,t:.<?" Cl~s<:::r~1;>e, a ~~d~,'yari,etY,o,f, eItlb0dim~nt:.~ sp~c;ifically
in detail'so"as'to' cover the"~entire"'s'cope of, the',invention
effectively. . .. ,. ..' ..• '.. ...'

:What" is': impdrt:ant in 'fhe'preparation-"b:t'su'ch' spebiffca/tionX,)

is how effectively one in ch.a:r:ge"of".:l J?~~e,nt:. applic~t:.i()n c~n,
grasp an invention resulted- 'from'research "and, deveLopmenti: and
how the invention is described in the specification. The pre
paration of such specification needs not only the efforts of on~

in charge of a patent application, b-qt, ,:a;LsC?,tl1~:::coop,~rat:.~o~,of
an engineer or re searcner , Furthermor:e""the' "quality,,'of' . 'the '
spe~,if isa.~iop;i3.lso ,c1E?p'en~,s; ,()I1, ,the,15,-tI.'at~gi?: plan,n~nQ 0l:",_pO~icy,
as well" as' -the se'lectedtheme~'"of' res:earch-'anddeve'lopmen-t~·

ESp'e,c,ia~ly, i,n,J:apa_n",tl1~" sp~,cifJpa..t~on.. is ~,equ,~Fec1.to
describe the effecf'::(Sp'Bcificadvantage)":of ·:the': invention a's'
compar.,dwith that of .the prior ar.t •. ACc"rdil'lgtothe u.S.
pa t.ent.Tl aw 'arid the' U-~S-'~ 'practice-,,::-,the'-'spec'ificat-ion'is'· .. not;

req';lired, to, describe. the effe~,t:,,?f the" ipvellt,i?Il'. aIld:th,~
superiority of the"fnvention,'to the prior' arE' not referred to'
in the 'sJ?ecif,ic,a,t;iol1,:is''Cl,~itte~,,~,f:, __a,~r:>ropri~i::ea~~idav~t .i,s
filed. These' 'differe'nc'es between Japan and theUhited!states
call for special attention.

In the Dni ted States, the specifica~i(:)J!:,_:,i,s,:r~q~.t',J;.E7ct-'~o.:--'

describe the best mode. In Japan, this requirement is only
Eound. i-n': ,the,-, p.rovi.s Lons ::Eor..,.'.t:he: ::f.9,r,lJl' accompanyd nq. :,tlf;~, R~l~f). of
Practice, and failure to describe the best mode does not directly
resulj: in: the:: r~jection;9t:>the: ~pplica.tio.n:.: ",'J:'h:is ,.is:,.a ,grea,1::
difference which also calls for special 'attention. - , "

Atsushi Matsushita

"PIPA'Japanese' Group ,
Committee No.1
Group No.4
Chairman: Katsuhiko Takahashi
Speaker: Katsuhikb Takahashi

Toshiharu Kawase
",H-iroshL,'Sa,tb
Mineo Takenaka

SUMMARY

IlESCRIPTION IN THE SPE,CTFICATION
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A. INTRODUCTION

P?t,~nt pro-

In t.hisccmnec~

It 1s::my great,;pleasure to gfve a' speechras!a re:preserib.:i'-

Description, .dn ,th.e: i,Specifica tion
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par.tLcul.ar.Ly t.he . d.et.aj .. l:6:9,des,c:r;ip t.i.on P~F,~',,-~hE7,:n~9~ t.. ,·lJEt~~ ca~:i Xt;

s.ati.sfactory.'s pe,c:i:flca t:ion.

We"have., '::ther:e,f0Fe.:".-9,e:9,:ide,q to' s~1l9Y,'.-~h@:::sp~c~t~'cc}

L

specification,r,. ,A, s pecLf.Lcat.io n is an ~Il1PprteI1t" clocuri1f~id:which'

f ormsrai-basLs: fora,:' patg~.I)t a ppLi.cat.Lon., ;~~., re~d ana wr1t.e !?1?~c-,

ifications,:eve·ry,qay,:,;,bllt·,stiJJ find it difficult".f6, write

tude to the other members of our group for their cooperatio~

preparingthLs- x.epop,t .d,e,s.pi·te,::1::11.6~:r:-buey,.1 i f e.:

The,sllbject met.t.e r .o,f'Qur stiudy is'£h~:.~"';4e~c:i:TptioI1

tive of ou~ six-member study group. I wish to express my grati-

.~9~_S.-~r:n.i'ng::;l:h~ spec.i fd cacdonsI. We, have also ,(:ornp,C)-,red" theITI,:',''';; i th

the ir ,:c,~.un te~parts.-in:.i:h~,lJn;i,:t:~;d;S t~.~e~ .i:

;,: "",'-, ',: " ;.:.,,'
B. FUNCTIONS OF A SPECIFICATION

A'SE~<;:i,:I:{6'~(Lon'-:is,,:~f:':,gr~at liup9Ft.anc~:,:;'t:o ',a',colllpany wh Lch

desires, to ohfa.£n

efforts in researchp:rA:.4eyeloPrnen,t, and secure

tectiqn for '::1:l1e'Pl:"0duc:"t::,::; of, dts ci.nvent.Lon, I would

about 'the.."f:,uJ;l.c.tionsqf' a~pet{:E.i.-:s:ati:()"l1.:"y.,,~d~,r: Pa t.ent; Law.

dis close' "h i.a "nove 1 'techncLoqycas-ce.n LnventLon.cnc'. the: public,and

give technological stimulation to the industrial world to promote



i ts tec).)l)o~qgi~al:~pJ:c9gre~s,,:~'J:,l1er~~}.:rl::·,:p~.~~i?ing i~c!ill~H:'l:"~at q.rvt=~P~~

ment; • /':,Tbe':,:f'at:~nt: ,Lgv?c:,gJ:?l)t? ~iP(l~e1).-t;,,~rl,:;:::9<?Il1P,ern::;at~on::.f o r the

public: .d.i.s c Losure of ::1;he ,'.new t,~c;h1?-9lpgy,q.E?,~n_;i:I;lv~p~~on~

The Patent r,aw calls ,upon the applicant for aCe pa:tentc to

prepare a

patented, and causes the spe c Lf i.ca t.i.on t-9 P~sFy.h*A,sheCl ;i.n",th,e-

Accordingly,Official Gazette in order to attain its object

the sp~q~f~C??-t~?,t:,_.~llP·ct-;~on$ a,s, a, pi~S~

by wh i ohvt.he novel technology as an invention is disclosed to', .. , ..... , , .. ' ...... ;.. . ,'. .

the pubLi.c c

,~t}:·he.,,~e?crip1:ion i!1.,.1=he ::;pecification, is abstract or

indefinite, it fails to function as the technical literature
'---.....'. ,',' .... '.>,'. . ".--:, ---.... i"" '. "' .. '.:. ,," --' "<'0

which di$closes ~~~~ic th~ npyel~~9hnolog¥.. (ls an in-

verrti.on ,I?P~c..~ris:ally,. Therefore, the Patent Law reauires a

specification, particularly the detailed descripti~~ ~~rt ther~

of, to s e t.. f o r t.h the. object,,, construction and effect of an in-
.. , ... ': '.' ,'. ,'.,.... ;. ,~, ;'.' ,"" ''', ': "',"\,:','" . . .,

vention .specifi~~lly.. ~
," , "i '.;:C' ;'.' , ,,,',.,:", . '.

E-oc Certificate cof Right

'I'he i Pa 'tent; Law: .qrant.s-, :an:)e~c:1usiver.r;:i911;t:: ::G.a,;L:leq.,'.3< ::pa;t;.,~;n 1;.,;

for a definite. period; of: ,timeill;::; compensetd.on- :'f'q1.':;,:th~",..¢l:is.q,]::os·tl::t";e."

of an invention to the public. The Patent Law calls upon the

specification ;to'.c:ont.ain-/,ar c l aam. oX::',claimsiwhi:ch" s-peci::f:;y;,,::;the

scope of a patent. Pursuant to Article7..o.-,of, t;.he: Pa_t,entLaw , it

is re9uired that the technical sc~pe of a patentepi~Ye:AtApn is
'-'. . --,": ,',, ' ,c', "; ..: ,". '--'. ' '--. ':,' "', , ;. ", '-.i..~) .. .. .",..' , ,. ".'" ,'.. , '.,. .',~, .- ,.;

det.e rmi.ned g,n:. t.he bas i s 0(, :the ~:le.!3,c;::r:Lpt;i.()l1,of claim o.~,claims

contained in the specification.. Acc.-ordingly, the specification
.. . ... , .. "," .", _ "r'" :'. r,'_',.-'" ""':' ---- '--', " ",' '.,'''. ,.",..: ';.," '/' ,::, ..., .,. :"'c" .:_ , __

particul,Ci,rJX, the ;.,?..la+.:rn..- p?-~.~i9n ,.tf1e__~.~:~{",.: f.~!1,c~,~(?.n::s: as a cer t.Lfi ..-:"

cate ofrigl1t" .s~S)wi,-!lg.."t:he t,e9hn:Lca~ pqop? .o;E. :,a" .. patient;,
, , '" " ,: .....'.'. , .. , .'''.,' , ",.. i, .'." ,,>.': .','.,

Pursuant to Article 2 of the Patent Law, an inventio~
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deffneCl""a:i3 ~"'cteati6ri Of}a-;:teclini'ccil :';:'c'6ncepf':"ba'sed ion ithe ':::la'Ws

of nature. -'As,'':it;'is'':lmmaterial'>':'i t,'ds difficult,.!to:':expres's'; by ,

words. Thergiorej,·,-the';C:::oritent§L6f ·:the de tia Lljedides crLp'ti.on .parc

of thE? s.pe'Cifica t.Lori are·'sometimes taKen into consrderaui.on "Ln

the determlnati6h:cof the 'Eechn.icaI scope "6f a ;pat.eritrbas'ed ',-on"'- .n .••..•••

the cont.ent.s of lh~:::::clairn or claims ..

III. Obj~bt'of~~amin~t:ion

The patentia."'~clC:>pt~ f~~'principl~o:E)dgbul1l~nfa.r§

amination, and calls f~:r ex~ritihailon o~f':;:~h ap~'.{i.c~ti6ri both in

form and substance. Examination is made to ascertain, for

ample, iith~'-:-t~'~en'iii~'~ d~sc:~ib~d;i~!';th'~ s~"~6I:fica:fign'"posses

ses the pat:~:~table'~:~~{~~"~es~hlck' r'erider' IE worfh~/:' of"~ p~f.eri{; c-'

which is an exc'tu~;-i~e"'>'~il~hi, and':; i'j~::ih'~' -k'~;~:6i'tiba'fiori -'f-riI1g£i6n~'

effectivel'y' as i,ith'e ;t~~hht6~ii< Iff~ra:t~'i'~ "~h;I~h dL~ci6's~~":f.h~ ig~

ve~t:i~~:tofh~;ubiic.

Accor~dingiy'!, 'ih:e' ;~p~'6iii~&{i2>'h::) fu:b:b<f/i.'6':hs::'J~ :~ri::gbj~irt

of 'eixa.minati6n . The 'applicaritis requIred 'tbab-C-(:,fh~"§'ifSr:;>h]~g!-'lC'"i-::"

1. specifi·c:':tio~ According to the' Pa tent Law

'El(HIllIT I tabulat~s the provisions ;'hich theP~tent Law,

the Ru'fes' -'6i"Prac'f1C'ei'n ipil'tent"Cas'es:;" '-th~ s:tkhd~r'ds..' t'c)r Ej{affii':'

nat'fon, -and 'the "Manual of "Examih-ing

c. Descl:'l:'ption;:i'ri: a:'.'Bpecification',::, f'or':,Filing'~;in 'Japan

patent application with a specification which; describe:s;;a.;:-pab~ntf.I

able! (invehtid'ri:·':sp'efcLf.:l:cal1Y Ln li\::"p:re<s;cribed:;:fo'rm~ and. -which:." sat

isfIes: "-the:' -r'equLremen ts:;' for: ian :'bb-j ec t O'fi:examin-a,t.ion.'

painted out, dri(f'-~~t'{i chia:'i:-ii? "~thee:::' :(l~l::i{rfkd:; .'~'es:'dfip:tLbnp:'a-r t

theieoi·;·

-.72-



;,,;,

,L:,J (

,and" '

L~t'~ nO~,.,l?~e:,~~at the Patent La\>? , :B-';lle!5 of, Practice

Standards for Examination and Manual of Examining Procedure
:'; ',);-! "-"'" ,. ',' ,: :;~ " , "', .. -: i:

'Sec:tion 4 ,':,9f_:: th,e:·:LqWi "J~·l:l1e:·:;~1.l' ~()~!JL,:.,,~f)! ",,~~Itla,rl). j' .;1)i

Remark 15) .

;':'La:wi -Ru.Le ,:24::'bi~~i }:f:Ql:'m;':1§1.:',BE?~c:ir~;j:L2},J'

"'--::De,tailed::De$<::l:' ipPJo!1:':,:~rl: ;,~: ~h~:'T ;rnX~I?-t~op. :,~~Ft,~yLe. 3p ,

::"Cla:im ;:,or

-A::::Si:pec~f;icCl:.t:·~ql1} wi;:t.h i>~; g:r;av.TiBg ~t~:.,.;,;rE7qu...;53cl:~:'J~ 5,,; Fi:4RS\1~

rnent accompanying an application form, and should~. f~clude ~BEf/(

foUo!'!ingc fourpart,s (Ar,t:i,cle!~6';geS't,:i,Op,?;g~rl1'"Pi:\,\,,,pt ,J;.aw) :

-Tjj;le ,!oj' ,the Lnyention ,(Rule ,24, Eo.rm 16" Remark 11);- ,. - '" ,- _. , .. -, ,. ,~- ',. ---,,-.- "'--'''' ,_. -- ~'~_.'_.' '. ,L'~,.,,,,,,_,; .. "

-Brief Description of the J;:ll:'e-!V~l1gs;,-;,:(~y.t,@,;:;f,&;C"1F.~?17¥t ,±!::'-.!: '

i}

requir~ of the.Det~iled Descriptign of an inventi9n in a speci-
, ",n;',",';,';'",''' ,;/. ,"': c, or.: ("/';.: ,::i)::~';:>i':,~-:)"»

fication.
/\.1.', -'t::of!:',

The Detailed Desc~iption of an invention is required to
"u,//" .",:'" ,", ,;;." ";;'.1,.)-::,)',

set fCll;th t,llegbj"ct const~uction and effect of the invention
.. [' 1:.:i .. ",' :J.n:-:::; " '"'' ~,(,

to the,extent that. anybody having usual level of knowledge in
, ,,' " --, ,..' , "." ..~ --,.. }'",''' '" ,;' --" ,,' ,"' .:) ,-,;;,

the technical field ,to which the invention be19ngs can easily,--, ,. ",' '". ,'.. ". '--"," ", --,' :, ,..', - .., c" ..'. ,--' ~~ i' ri;

work the inv~~t~09.

A"cording. to t,he definition in Article 2 of the Patent''- '..' ',:,',.,,' "', " ,,,,:-- ". ':" ,'" ''',' "',' , -' ~},:; t

Law",,~n LnventLon means a h i.qh level of creation, of ,a ,technical
<r, " " ,'''' C,,"" ':","""- "" "";;FY:i,~" ':':':",;'

concept based on the laws of nature. It may be an abs~ract and

ideal product of conception which has no~ yet_~~tur~d into what
" ....c'.-"" ..,', __ """ ,. ':',,-\." --,:' ''',

can be cap",~.,!:,,,,,,hnglogy •..

1. SUff'icie,ncy ,o~fc:., D,eSGr-,Jp:t'io,n-

It::i.s:< necessary..,:j::o'. ;SE!:t,'; f.opj::h; the.'Ql;:>j:~c~t::,:( :C.9,ns:t:p;\l;p:tion~, }I.n,d;·

effect of an invention clear:ly~::i.'nxe'-,1:?l,:tioI:ki,~t,cf ;::the; :pI:::ig:r,' ~a~·~::'tq-:,"

the e~ten;:t:,'):tha:t,,(any:),'pe,r:Sp.ni:ski-:lJ;§Q:::·i:n--:t:l1,e ':a,rt; -can, ).l~nqe_r:st:and
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2. Object of Invention

Wh'~~i '~'~tting 'tor'th. th~! oh:j~bf:)o't:~n 'iri~eritiori(~;;" i t i~:

necessar'Y:"t'~·d'~scrit;~;th~' 1oliow'i~i~' t'[RGl~ r~4';':::~6~¥k':;f6, Ii~mkik;-;

nical standard existing at the time of filing of the application

(S tandarakf6r' Ex;"tninit£:[on .Wl3l3 Fi

the iiiv~fitibn::correcfly':~: and wot:k':'it' easil'li (Mii'nlfaT ,:c:Of ::Ex:2i'mf

ning prd"edUre22.01A).

""The':} te:ttn"T lIahY per~ori skil'led ';:'in->t.he::a·rt" -mee.ns ceny person.

having ab·Lo£Ciina't-y p6weic df linderstandfng;':te'chn61dgy-:~iri ,i:thef

field to '.J"h.f.8h<' th~; iriveriti6ri:::beI6:hgs :tStandafds ,::£6r:·E-xami.ria.:tion

4.3.2). The term "wo rk:the:'irivent.1on":ee1'sily't{.''indicates :that any

person sk i I'led' ih-·i 'th~art' ca:n,--:understa.nd:>arid::teproduce ,:,the'( in

vention "(fbilow6':e :kpe r f llle rit s'y cofre'ctlY ljl-,Ithe· light of '.the';: tech-

13(a) ;Stand"'~ds'f;:'r

3. -'Col1s'tructr~~ C:'f" i~;'~ri'tj~on

When setting forth the construction~dfi':an [rht:~n~:i6h:; i:t'i

cedure 25.01A 1(1) & (2)]:

(1) "'T;[~hh{<::~{ h_ei~, orth;[ fT~ld>6f 'iii~u:s't';'y"ih wii.i&h

rlh'~:j:'i;~~'~rit1oh:;'-r~';-:t,tiTiii~(i!(~ ~ ~'TB1:s i'ii~sci1p~:fgn~:;'l':~

ah u~der:~l:~':~d1n~ ;'6}: 'th'~: 'f;~~A:hi~~j , sub'Jects' c

'

;~:hlgh~' th~""rn~en:tion seek:s""to d'~,~ir"wilhc:;

(2) Prior art, and the problems involved t.tl:~±-E/i'ri;>::'

;''(3'·{ bbje'ct {6i~ tl1~'·"i.nvedfi~A:>'i.):~!~.i~ ,::::':th'~" te'~~ni'~~i:.'·~ti.bjects

ar'i~"lng {~6m ;:tth~:: ahaly~l~ 6'f"t:Ae::' p'~6bT~m~::':'i'i/:'t'h~i. pilor

is necessary to includethefollowirtg::':,de:s-Cr:i:p:tio:I:rs\[RU:le-:.2A:~.:;(2

16 't'.
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sol,ve. i:,th,e,:·t;~chniq.a.l: E!ubjeC:"t:s <pf- tb:e,!,n.v~rt ~,:b0:l}h a nd how

they work [Form 16, Remark l3(b)];

(2) Detailed desoz iption of any such technical mea,I1s,wi, t.h.

requir~d [Manual Of Examining Procedure 25.01A 1(4)];

and

(3) ,Factual de scr i.pt.Lon of embodiments considered to

bring about the best re~ults ,of the invention as many

kinds ,a~",p.()~sib~e,with speci ic figures __ <:i~ required

[Form 16, Remark13 (b)]. It s necessary to give a

wide varLe ty of embod i.men t s ~()~,~e:p:l.7esent,in9,:the en

.t~~~ ~~()pe _o~ th~ invention

4. Effect of Invention

,.~.l},erl,.;s~,tt::ilJ;g,f().~th" ~1?~", ;~f~,~c;:t ,c.of :-~Il ~~Y~~"I:~~n~ it is

neceq,~,~.~y\ t;q ,~p~lllq~ ~h~ ~o,~,~9wi::I1g ,q~~cr~I?ti9nJ:):

(~),Des,cr,iptionof the effects (s)produced by the features
.:".' __'."'.,:, ,_ " ,,,.,,,,,.,,,,,,:,,,,,,,0-'-,,,,""; :;',C,,, .. ',,:,;, C"",',,"":,,, ',",': ..',c(,,:cc',,'-,,:',", ',",; :·j'__:~r:>.,,:'-:);';::

~Aqi?'I2,ens~J:?le :;tP'~~.E! .,inYE!IltiPI1J:te"E!",e" the :teGhnical

eff!'!ct (s). obtad.ne d '!,!"clusi'(!,!ly, bY"7h!'! invention [Rule

24, Form 16, Remark13(c); Standards for Examinatioll.

5.3(i); Manual of Examining Procedu~e 25.01A 6J.

;rhe effects mean ,the specific advantages of the

Lnverrt.i.on oyer.,thepr~qf/:ar,t,e

(2), Specific description which provides an objective

.uI14.e:rsta.nd.i,l1g of t.he resul:t~.-pbt~inE!g by._ ao Lut.Lon .. of

t.he techI:lical sub ject;s of tl1ei,nve:ntion. [RuLe 24;1 Form

16, Remark l3(c); Standards for Examination 5.3 (ii);

Manual of Examining Procedure 25.01A 1(5)J

5. Mutual Relationship of the Object, Construction and Effect
of Inventiori u --, . ,
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of the

~~i~ 6f iri¥fr~gement.

~76~

2

. I' /','

complete, and fails "'tc)"'sat{sfy'the"requirernen't's':o{S'ec'tI'on 4 of

Article 36 of the Patent Law that the specification should de

scribe the gbj~~-t;;' con~t~~~tIg~';';'~nd. ef'E~~f :~f "the fnvent16n to

the ~~tent that any person ~kiiieci in th;~ d'f:£ can "~:a~':ri'y work

Examiriiitidri5'. 4 h

II. 6i~~~vant~ges ~f,~~2Inc~~pief~'specifi~~tion

(1) -4h~ ap~i{6~fr-on is r~'jr~':~;fed '-LE fh~:~';~~ecilt~~tJ_orr: is in-

The des"6r"ip't.Ton: elf the:"dbjec't';:' c6Il'sfr'udtd6ri: arid:ef,fect of

an invention should be conEHstent ;wi-th;c3ne ,"ari8ther:' "t-Starklards for

if the apptic~'ti6~:ch~~matured into fa pa.te:rif'~';'-)~he-":paf'~ri't; can be

invali.<J.~te<J. b~ tb,{,,'i ~i6ce~d{ngsti\:ri:i6J.~ I23, seCfio';'l of the

Patent Law). These provisions i:di~ i"'i-~tend~\j lc;--r;'pi~;~en'ti'rig the

grant of a patent to an application accompanied:~y;~ ~pedrffgA~

tion which i~ J.;rig6~p'1~~~ aAd"6:f ib'~ ~qua'fi ty":'~:~ ';~a :'I?:i:~d'~'::;o£";;;t~;ch

nica1 literature or; k"';'2-~;:fifig~f:'e:;'bf''-/]?Igh'tf'f:,;;: i'{'~:'i'g~uffi~'f~;ri£Y

Ci1'§'B'16§lif~','~:'di ....i'Hc6mplk'£Elqd~' g~r'i'p'f±drt ·····(Stahd-atClEf:fd'r\"~Ex~hti'ricition

3 & 2). LM6:t~d~Eit r '~>~h i nC'ori\pl~f~ :}s'p~'dif{ca"tib:n "f's; !6'i'fe:Ii>Liik'e1y to

pres~ht'· diff1.cUlty .i;irt<the',:';~exarilfriat'i'6"h sof' ":fh'e' !app{eda:ffb'ri -on the

meri t~;~

(2) If i:h~' ~p~<';ifib"ti'bIlfa.j'ls'f.o's'tate'fh'e'Obje"f. of the in

vention ci~ar19 arid;:;~Hffi'8i~ritiy~";':':a:nd; 'ff C't'h'e:' a'p'ptidanE' f aLLs to

show any substantial differend~;::'~bE!:twEie;n:;f'h:e 'olSj'eC':f'idt";th'e' inven

tion and thb~~:''~'pp~~r'ihGiiIi';~h~ "pf:foi''-:;'aie';:6:2 -'~lA:e:'f~i~~r'lRc~'~: cited,

the aJ?plT"at.16I1may b~r~j~6t<id a~ia"k,{ndn6ireify (iifi.6le 29,

Sectlc)h l"of:>:fh'e' Pa'terlt '''i.;~~) or ~iio6~lgu~h~ssYAft£gl'~d~r~; Section



the:':i'rive'h'ti'dn .,,;cle'cl'rly.: and. -suf firc lentry r"anq, \,::i~f.. ~h,~ a,E:Pt:~,9<3,~t:':;'

fails.. ;·'to::shoW ct.ha.t; ;the: i-nven,ti.Qn . .cCl,n:.-b~::,,4is:t;i,;I'l,g'Ll.i:;,sl'1e,q i:q. ",so.n

struc~,t::·iQIl ',::f:r:'dm {:the'--.-pri.o,r.,ar:t or:..!the);x;e,t:;er~Il_ce~i;j~;~:!~d, ,,;tlf.~;');!,PT!'·L'.:J (C-

p li'c.-a;'t'ioh','rrtay:: .be ,'re'j ectedras .i.-la·ok,ing,rncvelty, f.: ';'<:>·l,7rlJ:e~~g,;, ~,4~rt:,~,- ..

cal t'o:,a:i "pt:idr .appli'ca tdon ~ :~Eve'n

rnatur:e:d -:>in,to ::a::'-pa-t:en:t",i,;the ,:pa tent ::.may:;·eas;ily,.-b~.:i-I1fJ;i:r:l.ged;, ~'.!5;~;I}c~,

the scope of the right;'.'i-s .o.ndefi.ni. tey,,:'and f,i.i::. may n()t:qe.'~ClsY~;,tg

enfOrce ,::the:';righ:f> a'ga Lnst. Lthe ';i'nfxLnqer.r-

(4) 'IT'the''spec'i'ficaction ,f'ails< to state :,the effect.of:tl1,e

Lnvent-Lon Cle'a.:r:r:y, iand ;.-suff ic-ient,ly:;<.:and if ,,:the,,;::applicant;; .i.~aJ,~!?:

to show' '--fha:t::'the' -invention .can cbe:;dis,tingui'sh~d,.i:in:;effect,':.1;'lio.m,

the pr.1:O"r:ar:t'-r:·-:'~6r"the "s-e.fer'errces c.i. tedi"the appLd-cat.Lon may,}:>..e.

rejec"f~d' a's: ,be:ilng'-o'bvi'ou's • Even' ifO>any s uchi-appl.Lca tiOI1::ha$,\

rnatured rrito":-a, rpa ten t: r; 'i.,if 'may: be -Lnva l-Lde.t.ed. ,:by"trLa 1,prQ.~ee47":

ings as a'ri,jiilva.:l.id,c-pa"terit:' for an, obvLou srd.nvent.ion.,

I I I • ;':;:t~uil D~di~ 16'ri~ cbnd~'rrif-rig >D~§ tt fptibn 'Til a.' §p~clf f:da i:±6rt
"':;):~ ";: ,,}:;, ''- ";,:: ,:.! "i '.')" 'i:'.>;;: ,',:,,-,.:;:.;,,," ;;,,:'; ,o, re,.:,'·"""".,; -,~,,;-";;:_

We have at random picked up 45 cases' in \\7hich"the'--de"""

scri~fT~~/~: in a ~p~gi~'i'6'~figri"::w~~··~t>-'is~u~'r EXHIBI~:; Ii::t.&8uL~ites

the ')~~sc~i~'.fi'6ns issue. ~f th~y';~ie iod~td.§?ci~s~ifigd,':-':they'--::'"

consist of 31 mechanical and electrical cases, and 14 chemical"

cases ':"'rn~{uding fh6~e--"6:oncerning,L~at~ti~ls. :it':"~~p~'~r~"tha:e:::the:

descriptions in specifications are:':~ot~';;grit~o,j~rkik.r-:'i:h:th~dhani-

cal and '-"electr:Lca'i fi~lds'~'

£g'::,"~s m~ny as ab6~t '75~':':6~rth~ cas~~, ';:£h~:"Pbirt:{·i~t i~'~uj{';i':

relat~t('tg"<th~ description concerning th~" lI~ori§ttuct'16n":6f :{he

inveIlif'ogi{~ In nearly 20~ i~f~;fhe cases, >th~';descfipi'i-6n 6bnb~'t'h

ing the e~f~g'.f 6f the invent16ri~,', &as~;t iss\i~.

Re'ferr1.ng on'iy:~6 -t:h~':;~~611anlb'a:i''-'aria" :~l'~c-tiicai '~k~~~>-: L't.

was in about 60% of the cases that the descript.i8n J '6oht ei-rii hq ':tii~'/";

FRANKUN PIERCE
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those '·co.ricernirig:'mater .i a Ls y. i-""the:',de'scr,iption,,'of ;·the ',.t'constr.tJ,c:tiQ;I1

of the "inventioii": ,'was e-t viasue in about 75% 'of:.the.:cases;",;whil:e,

in s'lightly~:m6re',than: 20'%iof·:the''"cases; the description conce.roll,;:

ing £he\"'effec:t':bf th'e Lnverrt i.cn " was'at.;:issue .

I'n the cases Lnvo Lvi.nqrtrie Commissioner o.f: P:at~nts·"as orie

of the parties,:"--;fhe de'scription':~con:cerningthe''':cons,trpG,ition of,

the Lriverrt.i.ori' :wc{s'"the mos t; contr:ove'rsial :iss:ue,-, :'fql:lowed, by, ;the

description .concer nd nq :the:,:,:,II,e'ffect'of·:,the· invention",,<:',t1'l.e su t-«.

ficieric'y \of' de'sc'rLpt fon (qene.reb imat'te-r:l,l"'and ,the,'~pbjeq:t ,O,f:

the LnverrtLorr'"; "Iri';c.ases .of 'infring,ement, ,the. \q~sq;r:i;p:~iortGpn..,. ..

cerning"the':"·cons-tructio-ll 'of ithe (':invent'ion11,:'WqS ',,:a,1; ,iSSJle,.-,::i::q

almost all of t hercase's. The're ,.,are ;;a lot Of, cases. iIl,':"w,hie,o: i:t,;

was held t.ha t, kn~r~ W~s,I)o ,i,Il~:r:~l}ge~~:qt: as a result of the lirnit

'" ationo:t; "th~,;~inv~nti.Ol),tQ,t:l:IE!",scope,:3~·t forth, in .t.he embodiment
'" --,',0,' """ ,,:: ., __ ""_'''''.'. "-.' "'" ,;.-,,'"'

Points at Issue1.,:~xaJ..l1p:J..es Of ,Cqurt Decisions Classified

(l)Sl'fficiency Of De~cril'tion

(a) It is impossible to determine what. the, inveption is

for:)~g~ E~~~oIl' tl;1a;t- :tT11E; sp~c.~:E.~C?~i9~\;c<?~~'?:tI1~q~I1:~¥ one ernbodi

ment:fo.--t9r ~i::lilC¥4' :to"d~t~n~:.pr '§!~P~c:l~I1 f1Jlly,~~~ te:rms use~, in the

claim~

since :tl:1?spec:if,"~,ca1=:ion +<3.+,15 !:9 desc r Lhe t.he iI1Ven~i()n apec i f Lr

cally. to tl:1eext~ntthat any person skilled in the art can easi-

1:Y';\'/?r~,J~.,ancl, f.C3.:iJ~ to set forth tge.. ob j e c t., cons t ruc t.Lon and
C,!;:;,·';

51(Gyo-ke)95 of Tokyo High Court, Decision No. 53(wa)923.1 of

Tokyo District Court) .



('h): The Detail:ed,.Descript,iqn 'Of-,:',th>~ iny~,nt~p:t:I:is, not .,suf-;

ficientTy ,_dekailed: t'o.':,,~nabl~,any p'~r?c:>J}:,s15_i~l"J~,g_ in the·ar.t

work it easily (Decision No,. 50 (Gyo-ke) 38 of Tokyo High, Court) •

(2) Object of In',(ention

are Lndefimd-t.e, s:iJice"tbe.:spe_9:ifi:q<:l:t:iC:>I'l-:-."fCl:;1~:C~<? .cont.eLn .a isuf'-.

f i.cLerrt' ide;scri,ption::o.f :-the,'pr,ior::':'art :fSqrrn~ng,"1::bE:! backqround of

the invention (Trial No. 41-945, and 49-950) •

(':3Y construction of.:·,Tnv-entia:n

A .;'rJIechanicalc"and'/Elec trica1

(a) As the specification contains,.,on1y::"ope'I.;··or;.a':::,'f,ew:,;ern::-:

bodLmerrt.ss and fa±'ls to'de'scrj;be,'cany:'~specifiicmodLfi i ee t i.on that

can be ':>substi t.ut.ed fOL-:the,embodirnent" or embop.irnen,'ts'i'·,,' t.he. s ccpe

of the patent:' is litni-'ted t.o.rwhar. is .de.scr.i.bed -in,:' :tI)~~:.'ernpqdi!llepti

or embodiments, a ndntihe-.de f endan.t; I s::-:;prbduc:tc;does;':,~:not,; Jrl.:fringe:

the patent (Decision No; 46(wa)9630 of,Tokyo',Dis:trict,court,:,,48

(wa)6 031Jof' Tokyo District Court ,4,8 (",a)8:6 3,7" of , To!<yp, DisJ:r;icot

Court;50(wa)'120,9' of:Osaka ,Elistric,t Court,: and5M",a,'2?57 of'l'okyo '

Dde t.r-Lc ti tCou.r t.) •

- '(b)ic-As the:;speci:fica,ti6ncc de.s ct-Lbes-r che :cO'nst:r:u,ctiqu.:qf." .the

Lnvant.LonionLy -'in functional and.vabs.t.ract' t.e rms-, the ,,'scQpe.,,:of.

the patent is limited to what is specifically set forthhy'way,

of example (Decision No. 50(wa)2564 of Tbkyo ' Di'strict Court" and

51(ne) 783·bf Tokyo. High Court)

('c}The:' 'cbrts.t±:-:uctibhb:f-:--the, .invent.Lon is} ihd'ef'ini,t~, 'since)

it is described": b'yi 1:h'e,· 'tei-fn,:S:: whd'ch. a.re-::.not':us:ua,lly.:-used:,;:"·br

wh i ch a,:re::Use'd lhcli,f-:fe'ren,t'me'ani;'ngs,: .tihan. ;\1sual': (Dedis'ioni ,No-~,A3

(wa)2506 of Tokyo District Court, 46 (Gyo-ke) 91 of Tokyo Righ

Court, and, 52(GYo~ke)27.of Tbkycfc High·'tdllrt).
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rd} 'As'<-the':te'rnts'\is"ed f6':,;des'crlbe ,:t~he"cons:tr:uctiO:n:of the

inventf6n::da'nri6f IJ'e', i'n'f.erf)refed:in nhei r-v.I'i.t-e.reI' meanings,', ,the

scope ":6f''the';:,:pa5te'nt 'must' be liniit'e"d f6 wh2{'t is .des crLbed -by way

of example (Decision No. 40(wa)2018 of Tokyo District Court».

(e'f::'fh'e "c'dnstiuction' '::'0f c:,th'e:;,:iri\i'eiitidn"is:<'indefinite;: ';:si:nce

the spek:ificati6f{'::fa'fls' t6',:de'sC-fibe "ariY;',-ID'ode' "of,":i;ts' opena.ti'ori

(Trials Nos:'45"'1678'and '47-'653 i'andcDec,isionNo ;:cA9(Gyo~ke')55:

of Tokyo High Court) •

(f) The relative position of the~elements' coria t.i.tiu t i.nq t.he

invention is indefinite (Decisions .No s, ,'54 (Gyo~ke)172"and51,

(Gyo-ke)1436f'Tokyo''High' Court) ,; "

{gJ The:iscope::of the invention ',is :Limited after its cb j ec t j

and effect:,ihave:,;beeJi-L,taken into":consi-deration':i<h the inter:pre-:-.:

tation':'off"i>bs>:"cbnst-ruction' (Decisions::Nos'~ 44 (w.aJ214uof - Tokyq

Distri'ct' Court,' and: 50'(ne) 1477 .o f Tokyo, High Court) •

{h) Th'e',,'coifs:t.:tuct'ion ;'o'fi'the Lnvened.on is/indefinite, since

,,_. '"t1)e _§p~<:;'if:i,¢:~j:,::i,qI1\::f'§j:J~~;

art -\i,rhi'ch:!,ar'e':~p~'rtJ.lrem't",:to"the -'gi'stJ' o f: the"inventiofiU '(Decision

No. 45 (Gyo-ke) 50 of Tokyo High Court, and Trial No. 49~968l).

'-"(1) ',The:::':,!:;,cbpe'; 'o'f:':::th'e i:invent'ion::is ";limi,ted ,to' what. Lsxshown

in t.hevembod'irnerrt; s-i.nce itssobject .ds o LdvLnvt.he art {Deci.s Lori>

No. 4q(wa)4'133),.

1B".":; Chemica L'and. :Ma:teri'a'ls

(a) The defendant's product does not inf~inge tb~ p~t~pt,

since,:"thesp.e'cifi-c'a'tti.on~frai,l-s';,:tC:L d i.s.cLos.e anY"rn99J::E;ic,a tiqn t:h~t

can be sUbs.titute,a'fpr"the,,'form, show,,,,,: sp",,,ifi,,,,lly,.bY',,Way:cp,f'

trict cour.c)

(b) I nvention re 1,a,:t;,i:l:19~<tq:~a.c ;pr9,p~,s"S:~9r:.-:lJIa:p.uf,gcj:.:ug:.ing",-,?
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compound: I t~,s:: :D:.~.~E1p __s.:~rY)"t.9:::·S how :,t,ernp:~·r;9-.~?l;r;~:l;BFe$.P:u:r~f."a:J?q

other conditions;sJ?"c,ifAc,a,11y,;(pecisiqn; Nq,. ,4;5;q;YCl __ke)75 of,
-. -" '''. ,., ',' "' " ". , ',' v

Tokyo High;;CpuTt" ,and;;'.r;ria1;_I'J,?;-~7;;__532),,,;_

Cp}, ;:If:l:Y;~D:1:~pn;r:e~:Clj:i:pg, ,ntoa compos.Lt.i.on ; __~he S'l?~,ct,(~.,~._~.~,i9I}, __
__', .. ,,,' '" ,' __ ,' ," ---'.'""""',,, "."," ".,',' "" , ',.", '"c", :., , __" ,,\, ""

compound_s__I1'?\'inby; t.he _g"nera1 formula (Tri;>l Np.A7 __26S7) .
.. • '" nO'" ", , .,,' " "".' ',,) __ ':" ',,,' " ,,' " __ ', .. -' ." "; i,,, __ ,:: '. ' ', ' ," , ' . __ , __ -:':

(d) Invention relating to a composition: The relati~Il:_b,~,t,

ween the eps~J!.,ti,al F8IDPPPEf:I?-;t;s,;: ::El,?PO);9~,P'9 ;,~g:;tl1e ,.iI·~yeI},~"~'?l"l;,Cl;Il.~

the other components is indefinite (Decision No. 51 (Gyd-"J<!,,-,'Tilh

(ej::"::In~:~I~'tlbn ';~~;l~:t'iri'~ ,:'t6"- ct'p~:6d~'~'~-:: ic/£ }h~rth't~c'tJi{ng:;;a:;

polymer composition: Al though the qriJ"lj't'i<t:'i~~:;'o:f:':t'h~";:\5drrtp6'herit~

in the polymer are limited to spebffi:(~(rt':~:'ri"~'~~;;s#':'tt{~";~:p~:cifi'Ca.i

tion fai;l'~ "to me~tfori3a me'£b6:d'--";of: d:~t~:i~friiri~":':f'h'tk':\1JaIititie~'~:

therefore, inf'e!~pr:~;t~'cr':tti:~:£ fii~' ~J~'nt'ft.iEk:~ Ji~'t~··d~t~t;fui'riS'

;(;'.,;;:;'.:,\,'0:: ').i'j'i :'h, (,:,:::.:.:,;,', i,:,',;,,".\:;:';':';::';"""':";'-' ;:__ : ,.;:;' ,'",\
ed by an ordinary method, and toe d e f erida'nt; '''5 pr'6duct 'does riot'

infringe th~p~te'';f (6~cr;;ion No .47 (7) 4%Sdf'fdk10'rJi,;tric:t

"',,'i"
(Gyo-ke) 48, 47 (Gyo-ke) 26, 50(Gyo-ke)73, al1dS2(Gyo:':k;,'d;g

TOkyo~i~h2o~r't).

'(b:r--:::~ge superiorif~;'~i'('the invent.rg~ ovei fh~ prior

Court) .

(f) The construction of the inventigri":.i~ rriJe£i'ni t~~, '::L~:;ince

the speclfi'~"~::ti'on f'ciii'~'i:.E6::d'e::~"ci'i;b'~ 'th'~: prior "Kf£::';~~rt:tnt4fit Eo

the ~i~t6ithe in;'~nffd"; (D~c:i~idri No.' 5S(Gyb2J<!eiJigg);

(4 )£ff;,'f,f o£fri;';,'riL6";!

(a) Alth6~:gh~"fh'~ :'iri~~nt.rori'is ::~tim~iid~iiy r~~t.rigt~d'; fi1e'''''' -;-:+

cri tical significance of the numerid~{;.J~i6e§';';'ahd--;:thg:~f;f·~btof

the nume~i'g~i i~stiiGtI6ri":are iride:fi'-rii'€e--;-"(D~'djj;'igh§;'Nb~.46

cannot be objectively recognized, since the specification fails

to shO~ th~'::eft~g~ 6t· tfi~ {~ventlon quantltatlveiy:'''(becfsions'
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Nos. 47 (Gyo-kelI'S),rid49'fGyo'-'ke) 74'OfTokyoliiCjh COurt) .c

(c}: 'rn\;entibrl"ie'La tiri-q",' to~'a:c6mpb si;t'ibh\;:The: ':'8peei:f·ida~'-'

tion contains so small a numher'6f 'exaIrtpl'e's: '-tbcit':;:ib:~rs:'-,ribt!

cleaf' -:Wh,~t.h:ei l:li-:i': o'f:"'th'e' compounds of'ther:;'g.'ehe'ial'fbrmtila 3shbwn

in the ci<i;'i';m~'6'a.:ri:,:pr:6dUhe [the': :~'YJ.egkd;,res"ui't:s': Of' 'the';-in\r'EHitiOh

(Trial No .52-14677, and I}ed.LsiOnNo. 54 (GyO'-'kEi) 151 Of TOkYb

High toJrff. ,
2. Reci:~"fr~'ni~:Jf'~' ibr ;-';.:i':-b~:hd ':sp~:h'i':Eida t':Co'n':"'Dkf'i"V:'ed ;:'fr

i6m':-'C()ur tJ
{)eqil?,i,qns

and studied tea,ch, the following:

(1) Sufficiency of Description

(~), ,_,~t -:i,? ,"Il,~.CE:!9;s~a:~~(, ;t:q .-,_~l:"t~_,E:! a .sB.E7"c:i;~~cati()_,I1,from,~hic;h

any per9Pl'l -:9}~i~1,E:!5:i, ip :,t:h~ ,.,a:t;,t C::~,l} understand the invent.i,on.

(b I.L.is necessary .todescribeth.e invention so fully and
; '-'

specif:L?~~,~Y ~hCl,t,_,-,~,:r.y_:pe;,s9n ;s,ki.~led in t;.he art can work .Lt;

easily.

(2) Qbj.,s1; of Invention

Jei) _~_:r:t .is I1~cE7~l?a:rY J:q. 9,~sc:tj~~._?"pe,ci~ic~~~y: the pri.q~ art

forming the bacj<grq'!nCl,pf . the. in;>:entciq?:" pqintcout th.,p,:obleIlls

of the prior art, and set forth clearly t~e ~E!ch?:ic~l E!,!~j.,stE!

to be..solved Ryth.,i?:ve?:tion(obj.,ct of the inyention) ,

(}) •<::,?nSi:r'!Si:iqn of .Invention

(a) ;rt ~,~,:n~9~sS:~F¥,_,to describe the priqr ar1:p~rtin~nt to

the Lnverrti.cn .~}lcl,__,i:t;.s;,9i!3:t::.,

(b) It is advisable to show as many different embodiments

can

ed.
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is necessary to use the terms having c)..,~?ir,lYr,~.s.:t:ahAis.p.~4" mean--

ings in the techIiica:l ,fielg,:c t9': W:tl::Lgh ' the"~:pv~,:nti9I1,)Ey!c1:.3.~E,s,,

and define the technical meanings 9,f".t'l1,e ,:t:~r:Ifls'-,:9.:le?iF_Jy,:,.,-i

(d) .>-It 'isJnecessa-ry:' ,to'J_des~,ril::>e_';t.he., mode of., PE.~F?-t;i.o.li: 0.,£.

invention.

(e) When a compound is shown by a gener~;L:':':fPF!;n;qf:a,:~n

specifi-c'at'ion foran-invention,' rel-a-tipg <~9,c:h.~~is.:~~X:.",a:.Hd::m.-.?!-,te

rials, it is necessary to d.e_s.~r_;i:be:Jl~':ta-; ;iqep:,;tJ,:fy~}'!g:,!~.h~j'Y'?m-::-

pound.

(4) Effect ,of Invention

{'a)"C, :r-.t:' I-s . necessary' 'to'; desc'r:ibe.~ ~h,e,'J~,f,,;E:~c1? of, ,t:.l)~"y,iJlve,nt~o.n

as specifically and quantitatively as possible.

(b) When restricting the invention numerically, :/it is, ~·necel?,-

sary to state specifically the cr:i;:tical':-::si.gni:fi.Cc;l;Il.q€!,:qf:-:)t:J:~~TIu.,,:,

meri cal': vaLues,« and. .'the,:effecb ,:o:f'(,;the: :;num~eX'i,c:a:l ::x,e,~:tJ:;',i;,9.t:.i:"q,J} '~l

(c) In an invention relating to chemistry (or:-;111~:teJ;'i?l::r: ~'t

is necessary to: show ,:a':.,'·l6.t· of::,:examples: demq-ns:,t:r,at,ing:.-;tl"l?1:;;::t::h~-

compound ,or::· 'rna t'e:ria1:, accorddrnq -to"the inventi'o,n,~'.produces;,::-th~

effect hf ::thei;,'-itwen'bion:.:,

IV. Req;u'f.'~'1f~~:' t~" ':~''ri'>;ih~k:l ":s'p~CI':fL8at'ion

i"'6tiidn6"'like'tbMa.wybllr'at:tEm'tichi t(j'J!:XHIBITS: III:;

1 to !II'-3~ropb,jlh«'th~fbl:-m'a.rid'corihirit"(jfanideal··: ~pecHi'-'

cati6:ri wh;idif':'k~":'lia\ie"Wbrked 'o'J·t by ;:'sli~~f'iiirig"'the reqhirerhent~

f or a s p;~b'i i'B::J',;t::i:b::ri:' 'b'y ;;:;l~{';"s :'khd toJrt" '::de'bits idrts:~'" "r wi1I f ~x2 z

plain them item by item. EXHIBIT IIf-'4iiio",frig 'th", cOhi}~nH6n'

al pattern of a specification (in rnechanicil:'l-,,:,artCi'·,'giedtri8ai::

~..... ," :>" .:' ", I :,:' :.:' :' ;',: ;" .) ,.. ~. 'J ',;, L ~:",,> <;'"
field) will be attached ·for comparison;
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1. su'ff:i.cl~:ricy':of"'De'scrii?bion:"

II] It 'ls:'neCess'ary:':;td'write' aispecLfd.ca t i.on wh i.ch.rany person

skilled in the'~':'art:' can:';underErtand--~

[2] 1'10 is 'neCessary t6describe the invention so fully and

specifiCally: 'as:tO":'ena.:b'le':'any:::per·son:')SkiTled' in: the:>art:to,: woz k

it easily.

2. Object 'Of 'I'riverit'iori

wlien 'settirig 'fOrth the 'object of the invention', ,thefol"

lowing should" :'J:j:e i'd'e'scr::ihed> :inthis::6rde-r:

a. Technical Field

State the field to which the inventioh'pertains~ bYj

to "
b. Prior Art,

nent to the-~inve'rrtion~

(2)' 'Listi'Iiga.nd 'Aria.lysis of 'Problems, of, 'Prior"Art

Po intbutthe 'problems (drawbacks), of"the'prior,ar,t,

analyze them from various angles, and describe,_::bhe,\x~..sultrs '"pi

analysis. In this case, i ~ ,is :.:I1.€!q€!s:s.~FY :1::p:.~paJ.Y~~ n8:f:., :'?Il~Y,._

the PJf991~~'::9E'.-:~h~:.;.pr:iqr:-);i:rt"fI;Oltla :Jlh~!1()nJer)}il.. , ;an5~ fu.nct,ional

viewp():j.l1t;-:':PHt :'qJ"sp :t11,e >J?rObl"l?ltls.J;n tl1,eC:.9pst;9;ctJ,P:q 9:~.,_:t.!lq .pr;ip~_.

art q.i!3ql,Q!3eq ?S a, ~es_tll t:.of. such anaLysLs; ;r:n 9:ther wqr¢i,.s, it

is advisable to describe the part of ,the const"uct;ion of the

prior~-_:e:r;:!=~ ~rq~, wh.iqh:\t:hE?,. p~o1?Je~_,,:a:r:-~~:~~"~i

solutions to the technical SUbject derived from the analysis
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of the.,p~ol::13~t=m::;;::.,or>~J;1e.;pr~or ar t., ~;I}" ..,?,Cl_::;;e"\"tpe_,, .inventJo,Il pe"r ...

tains to a field havi.nq-no p:F'~()J:' :,ar,1;.,:u d_t=,~fr~:pe;i-:~.~.t:he:obj.~C;!t

of the invention the t.echn.i.caL ;~U1Jj~C;t,.>\<1hJ9~ :.1=h:,e" ,iny.eIl.i;:L9n

seeks to:;s()lye,,~;

way 'of example by omit-
,...... ,.,.-.'., .....

ent of desc~·ibin..g:·the invention only

Clearly describe the technical means indis:~~h~~lbYk~tb

the solution'::~;i th;~ te'6h:hicai sUl:tJe'~l ;~rflh~!::rh\Ten't~'-i6ri';;:-:bi)(the

gist thereof, along ~ith;'·:~h·~':i.r ope:~:atibii:.. N'iNri~I~P, s:t'dt.~{ 1:ii~:

technica'i':; me~ri:~,i :~'()~t~:IUpi~t~d:{6:';s'gLve '-fh'~t :;~i-ob'r~in~ Hi' th~

prior art, and more spec:LE1call:Y·"i--th~ c~~~t'~ti:c'ti6ri ;66rit;~rtl'plat:',~L

ed to overcome the" prob:lems::"inv:61.v:~~;:T--~)t'he [dbh~'ti'tib;t{6:n \jf th~

prior art. Describe th~ constfu~-~t6n·.id:£::·th'~:;inJ~nti:6:ri;':§6 :'d;ei'fI~

ni tie 1y a s to under s ~~:~d:' -:if' ":~i--th~~:~: ;:t~ki.:ri'g:: "th:e::' de'sdr'rp:f:i6'·ri': 6'f

embodiments ':into:":'bonsI:d~~:~tlg~.
:, . , ..

. ~ere, d:~'~'~;ib~( th:e :':i.~~'e:nti'~n iOn :'-~~ici:~::;~::f:geri~ial

ception, or in co~preh'~'~-'~i'~e '-ferms, a~c1 cont'inue to '·d~'S(?P:i.b~'--;

it in further detail' in 'paragra~hs f', g and h to be de~cribed

later bY way of modes of pra~f:ice\,i~~:p'~'ct~i";gfiLi{.ventig~r:;,'::~rii;~

bodiments (examples), ~()diiicat:t'~~;s ,'::~'£6"..,-'A;~~;:i'd" t'h'~ ~*pedf-

ting a general des~ri~~ion the~~~r, as~hown I;:' E:ill:r~i~ IIi-4.
4. Effect of Invention(~XHIBIT Ii'I~l, ;p~':a:graph e)

State specifically the technical resdlts pr6duc~d ex-

clusively by the fe~~~:~~'s ind'I:~;e~~~b{~ ~:c)', :'<thei.nvenfi'~~':.'

Describe the advantages o'f),'~ti~(;;'i:hve~~i'g"~'::,:·g;~,.~::t.he p~'i"or art.

';:·::f-'.... , .'''c',:::.:'.'-'
When the specification contains embodiments, it is nOt permis-

~'':: :i.:. ,:'.:, ::::. :::' t: :.:: '::.(: .: ',' "',":'.;,.';'
sible to describe the effects specific only the embOdIm~nts

as the effect of the invention, except for the c~:~~:''-:~hat;'~'~"

operation and effect of the invention are recognized to be
.. "::; ri :':'
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equivalent tt,:"1:hcYs:e{' 'ct·' 't'iie":-"~IDbdclimenfs:~ ;The':-e'f'fect-:: of':the Ln

vention~J~t>" 'be':':' 'cominGn:: i-b' 'ci.i,r:' th~-" emb6d'imeIVts'~

5. constillcti6ri ~rid.::Efi:edt~;'o~(--:Inv'e'ntion;

f w De,scription of Modes of Practice (Aspects of Inven·tion:)

(1) D~1ct'ipt'iotl':bf'C6hst~ht/ti6h::and:;Ope'r'cftIoh-' o'f':'Modes
o.f "P:~Ci~tJce

set of technical means em-7'he mode P;f",J?F~pt},~,~ mea ns

played fq,r a,chi,,~ying;'_~}.l:_etob ject of the invention and which are

4.2.21,., I,fa,n A~y~_~~ipp. _i..s, considered as a 9~neral conception

and an ,;~PllJ9,q,i~.E!!1t:"~'~"~' sp_E!_ci,,~~c copc~_p~ion

can be ~n,tE!,:~=1)l.~e,tE!,4",Cl_s" ~I1, ).I1~~Fmedi:~~~_,,~;onception. A mode of

practice is covered by an invention, and covers a plurality of

more spec i fi.c tr,a-ry"_,~_r-:e,,,,~_~?~~Frs r~,~,it~?- ,a~_, lJl;!,ing indispensable

for tl},~, constitution of the .i.nverit.Lon ,(Sta,n¢iards for Examination, , ,'" ,"'-" ,'"" """ ," ,', ' ,', -"~ ,~ " .r ~" ,-

embodt.merrcs. rl:l~, .-,_~~s,C:,r~p,~,~_~,n,,?f

butes t.o ,."th.E! effective ,disclosure of the invention.

contri-

,Describe ~,l1,e ,_~0d.:e~",ofJ)rc;ct~pe ,~Ci?~_~g the, construction

.e. t~c:hnical me,~,_z:s);:mor~,,,~pec~fic:: thari'tha'tO'f·the·iiivenfi6ri

as many .. ,,~~_,,~,:t::E;!, re,'Iu~,X"~,9: ,to C:,C?'\T,er "~?'~' whole. scope of the inven

tion Cl!C?ng_,witI:,i::~~_ 91?,eratioIl, of .e:ach mode of practdce,

(2) [)"SC,,~pH(?'} of; J;:ffect of Modes of Practice

Describe specifical,ly ,t~e ,effect p"oduced by each mode of

- practice i e. the ef~ect o~ t~e invention combined with the

effect produced exclusi~ely by

g. Description of Embodiments (Examples)

(1) Description of Construction and Operation of Embodiments .'

invention.. Describe the technical means and their operation

the mode

different embodiments so that

Anembodimen~ismore

of practice.

they may cover the whole scopes of the mode of practice and the
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ape c Lfd.ca Ldy , Ch,9.o$~:Lt,tIeI,~~p~~JI!el1ts:;,coI1~J,gel:'~d t9, Rrp¢lt:l"ce"t:l1,~.

best -r'e.s.uLt.s.. An :embo_di11\~,Il:.t: is:>,a -specifLc :t:'e,:pr,~,s,~rlta:t;,ioA 0t ..-1:;l1e

inve n t Lorrwhd.ch .e nabLes :q~Y pel:':~pnskill~d:, "~;r:""thE7,, "~rt:,,t.q ,_,~ '!~.i LY,

work the:inven:,:tioll.. ..wJ:J.i,ch :i$,;a i,~~.'c:hl1:,is,at:,_~,c9,~'1e~t,:pJ,.,:t;l:l~, rn9_~~ ;,~q,~

h. Descrip,ti'on<,of ":Qth,-el:':' c~'q,tt~.r~ :..as,::,~~qu:i.r'fg,_

( 1 )::Des:cr.i:be:("spec.i!f,i9a~,}Y '!::l'll? :,:,C:;9I}S, tl:':~c:t!"?:P.'~ :. 9P-§Fa tipn.,,; ,CfEI<;l

e££ec-to£ as.onany .,:modifications:or,c,substi,tutions.,as,;, possib1e., in
" '" "" .". ',', ,'" "',,,' ",",,"" '-'.' ",,' ,'," ,,; ',,': ' .. ' __',,', " ,'" ",- ",c," :,. '::>,'.', ::':,' '-' " , '

(2) Descrip"tion" of Effect of Embodiments

Describe specifically the" effect "produced by each embodi-:

ment; , -d.. e .:"th~,;, cornpine:d:e*)~~,c:::,t >:0£ . t:-\1_~;'::~I1Yi~l}t~on, :,~l1~."Il}oq~ " of,.

practice: :,to ;,which ,:·:tJ;I,~, .:.erql;?qqi..rr,tep:t:; pe17tGt,~1?-P:~, ::it:n:d, th~ ernbodIrnerrt,

itself .

order to <c lari£y.L tbe,i'.':l:>ounqa:rY.,:l~mt:ts >: g£;:,tl"l~::~ Lnye:t:l,~,~Pl1,~

(2) 'cAdd:Compa""tiy"."nS!c're :!;!"rel1tiaL e"xalflples,~ifc"t:l;e¥,)ar,e"

required £or . t,he,,;,.desQrip:t,iQn~.- q,~;_c tl:1e:c:, iIlVE:!n:tto1)~J;lci;:1:!l~::> eIPbpR,~.-:-!'

ments thereo

V. Merits' of" 6uri:'p-rbp6:~'ed:)Sp'eclfi'da>ti'6'il

1. Me~hs C;f""theSpecifH:id:i6n' a's>a'Certifica'te of Right

·If" plhi-aiiiOy[> cifIllbdes:cif practice ana'a> plurality of

embodiIri~rits ~r~:r pr6p~'l:'i'y' "se'tJ £o-fEb- Ln- ;a;;"s'J?Efcffiba'tibri~:r::they ;p'ro;.;;

vide a 'dd{1Bl~it(aii'd stkpwlse :su'pp6ft:' fbr'the 'wholEi:te'dhriit:ad(:'scop'e;""

of the pa';i'~ht~{2FI:Ylvf3'ntIbn'~':ciii'd '-~re't 'ci:,"cle{iir houridar'y':fbi'~ thEf '

scope bE:·:;the'~:ate~rt"~ it.' -1'5, ihe::h3£ore, p'os'sible"t6 pre'v'e:iit

infrifig~h,eh't:;::;"an'd:':; s"hohiCi any J..nfr.inge'ineht<;dCchl:t:, (Ff is':' po'sadbJe

to avoid n~rr6\V" interpt~·tati6n'o0'£' :the( ·'teChrlleaT' scope df:''the',",:

patented 'int~ntibh"'by,:tl-rrtitation:·tb'"th~ "emb'odfm'en.ts .:

{{ 1he::~pe'(9ifib·a;t.io'I{:·'-conta:±:ils:;:a' :'lOt' dt:'Inodes':;':(j:f p'rcicti~ce

and embodiments, it is ce'rla.1ri'·tha·t an~/:use" df- t.he':·;irivehtion
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disc 16:~k;d:j.'ri;'""She' 0'£ t::h:~' 'irtdcie';5':'- ':6fpi~fdt±:ce:;':br"';e'inhbdim'en t.s. Wil'l:> be'

consi'8e'r~d' tCi'''frif£:Cng:e;' ':!fh'e ':s:'~';dpe' Of -"'thet. pi:ftie'ht>:· If 'the specif.i~

catiort'-' {rid.fca;te~ '::ah§':'po£is"ilj:':f'l{ty '0 f'mbdCff ibati:6h·:"J 'any 'lJ.se: of<'

the in';;~nti6:i{ 8d:i'r~:spoi1:'drtig"td:':a'-d:isuch iin6d'lf!i.dation:.\,,fil1 :be

considered to infringe the patent.

If the specificati'on:':cdnE;ciftis Idt"Of' modes :o'f"practice,:

and erl£8dTfderiis'/ if i'5';:-pb's'sTbie'~:-td;:m2i-K'~ the :-:s'COpe":·6f': the:: .p'at.e'nt;

clearer'; ::;; arta<':pr~'{fent :;':bif.r£ng~meriit . ~sh6'tild';':an.y;":f,ri;f:tingemen t .oc

cur t i t:';i'~c;pb!i~i81~:' t.o:':mf'nirni~e·:-;-th;e' d6riTI.:J..:'ctif ~'sirice .:';1:£' ,fhs ::,:'e'asier:"

to determine if and where the patent is infringed.

2. Merits of the spe2if±da£±on i 'a 5:"an -' Ob'je'cE·:i6f '~Examfna:;tion

Even' "if thE:!" cla-Ims 'are:;re'j'ecteid fC:lli;:l?ack<6f:;:"novel:ty. ocr

unobvlbu'sh~k;sii( orC:~ for"'the i, pres§hce-::·,of·::;i;U:.',pribr rai?plication~i t.hene

will remain a n'umber ''6':(, modes 6£~';:pracfice';":'ahd 'embodiments "to

which the-":-reiifrbns:: of'; ±~je6tiob-':'~il1 'riot''-;be i':applicablei'''·\i:f ':,t-he \' >

speciffckiti'dh:;:' c-orita'l'ils -,S.c',;, pr"C>per: arid' specific -des c r irptnion ':.':0£ it

"'" ,0,"£ modes of practice and embodiments for which pateri:t;:prd~

tection is sought. It willb~;:P9,Sl?~PfE1(:;;t::o;.:9R;~g.!~:,}a-r1?,~tent

restrictin,g::::tpeGIairn?> :t:ocover:" only",those remaining".modes, of
"" -"", " '." --.' . ", ... ' "'-"- ; ;'.'- ,:.. ,,', ',,' ,::",,,,: .:' --::', ... ",' __ '. (-- ,-' , 'C":>';

practice and: :qmb:o.dirnents,'. -:,IJJ,tJ?-~._'.! a'Ppl,~g:~.:t;~ot,1<) c9.J.:l1=.¥i,~z:1:~ e yar~ety

of modes of:' oHera.t:iq,rl.:' r,~,p~.~,~e,I"lt.:i!lgi[J~,~:(· i_:p:tt7rIJ1.r9-~~:~<~7i' c8npept~Rr c"

be tW:€,eJl:,:;:t!1e': ~;I"lX:~.rlt:,ion- and :·the ~,~o9~rn.~H~,?, :,,'> ,+,r>t~.:iJ:~ R~,,;, pp~~ i,p,;J;e

to obtain.;,;'~i p"q::t:~nt"..l::l::i', ~~?v~::p,g; outt;I1,~A'l.,<;>e-e~;:,:p.t:J?E~,?Fie~,:\88t;l:::;c'

. flicting;;i:tl1,the.priqE art., I!" on ..the ol=her hand.. ,t!)e}ippli

ca t i.on :::1:;q~;t:~., t,,:' ~p;nt.airl: ?nYj';?:-H9}1; mode. o f :J?-,fa9,:t,~per,.: or 'i~rnb9q~mE;m:t '..",

it is i~P9s~1.i::Pl,~:,Jq;:r:i~:!3:t::,r;~9,t::,·1:n~, cla,im·"and" .ob.t.a i.n ;~;. P~;~yI;l;t,,~

to be.i"vq-l:i,pated,l;>y,th"" tri.al,. pr.oc,eeCii"gs based on,.the .P.. r i or.
__ ...' '__' .. , :-.-' ,----,,,,,,,:'.,, """"--' ,,',c, ,: ''-'' , "', '
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3 • Merits ofthei Specific.a'tionc',<;i,s "TeqhIl"*ca);:"LitE?r?::t;ur~.

dated.

If the description of the effect of the inventio? cpn~

tains atc.Le'ar 'andc:,s:peci-ficdesc.r:ip:~_d:.9n :,0::1::; tl:1e;:?:dYl3.nt<39~.~ o~,._:the

LnverrtLon-. or', ,the:.-:gi-s"t_"'O:f:: t.he inyeIlti:on .over :the,-pr:ip:r,,;:~:I:j:::,~i:t,- ;i13

easy 'td< dd s.td.rrqud ah.rehe-. effect, .oJ ,the,inY,ent.ion ,.fromth.at of, J:l1!"

If the specification cont.aLns.e .__:lqt qp,:;,t~Fhn~f=9:,+,,:inf8~'7

rnat ion td "ef,fec,t'ive,ly:':disc:lose ': the::w110l~ as cope,o f !,,_1::J~e-,::,inve::g~~on,

it functtdns as:a ,::v.ery ,::;useflil p.i.eoe c of. teGhpiq~l"il:i,:t:~~at:'llr§.c!Wh~p.>'~·

laid .open;

of the app:li:catibnl'_~:::or;":inv-a;lidati.on:<of,;\a.I).yp~,:t:;~ptJ,~Sll~Il9:i ~p,e,J:;e7:/

from. If the specifica t.Lon icorrtaLns.va ;q:1;_e~-:r;'LCl5~,s<?I:::~:pt.i,ort:-o~,,::1::11~:L.'-'

advanr.aqea of the modes of- practice and ern1?p.ClJrrt~:rJ.:t:;s",~i:t~w,.ill:---p~,

easy td'-.'ass¢l:'.t the -unobviousne:ss_,,;(;Al:\ti:c::-l,~::,.-?~Q~,:,:S_,~c:t:;,:hO:rJ.,:~ of"the

Patent Law) of the inventi.o.n,(de:f::ineq. -;by,-,,,-:t,tl:e ~,I'),,~,r;:8\o!,e::,q,; claims

obtain a patent which is strong, and \i.~1:,1:::_1}9.t,}_~a~,i,'~.y"p,e :iiX;p~~~~,i'T

D. DESCRIPTION IN ,A UiSiUPATENT} SPECI)"ICl\.TI9l'1

I. Specification According to the Law;r::"

'. EXHIBIT IV 'shd.,~tiig' pt8;ji~:i.orts:fourid;:i.1 the' Oiiited'States

Patent Law, Code of Federal Regulations (CFR), and Manual ofc

Patent Examining Procedure (MPEpj±n'i ':cb'nhe'C't'1o'h,: wl''th~: ,-the~:;'C'on

tents \Sf..i:~::'::~~ebiffbci{ioh·-~

j(ttic:l~" 'Liz' of' thiO u.s: ,cPa tiOriFtaw't35' \1; s.c P1F2F 1:'e'

quires thtit.'::fh~"'-$pecri.-fi'b~ti6h;::sha1'l (cbn'ta'1ri:'-: 'Ai "aes"c'ilpt:ioif'( of-- Ehe

1 inventigg- 1 ,<'-th~'-":'rtLihh~r'::'~h& 'p'ro-:c'~'s:s 'b::(tnaki'ilg::<iihd! "U'sirig 'j;:'t't;'; to

enable'::-~riy:"p~t~oh'::~k'Ilied"i1'1;") th'e': 'art'? to 'rrLak'~!': -ahci 'ti'~e:: ,;thl{~' s'a:Irle!,"-:

andthe:',,'-~ibe~t:' rilod~;" :c'6h't:~'ritpi~t;~'d"; by:-:;"thb 'ftiv~'titdf 6'i':, cai:"rYi-hg.':out·
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his invention.

The'Codeof'PederaF Re<:julatibns' and the' Manuail, of, Patent

Exarn i.rri.nq ProC'edUre'c spei'-cify,',the':'<fbrm',>'ofi the' specification;:,and

the Cbhtent 'b'f:each'- br:the::Ttems<f,rarnlIig,,:the; specificapi.b.n'.: The

fo llowfrig '-:requis i'fe's" ,'of:,:h 'U-.'S:',.>:: -pat.entvapecf.f'Lca.t-Lon, -can 'be de";"i

rived'from t:he(:lL:S':,,:Pa'terit "Law ;::Cdde''':bf> Feder:al ,Regulations_Fi'

and MariJt.iaJt of' ':pctt'erit::E,*amTrii!·rig ':'Pr't:H:::edure:

1. Title'iif the InvritiOri>

'The "1:;i tlebC'ihe ,fnveritiOn 'Shbuld'bestated ,clearJ,y',and,

conc i.seIy :,;':t'6 {'iIldiEa:b:::i'::the :::'fnvehtfciri: ic'Ladmed ;'

2. Absfract"df'~the:':nis6Tostire-

This is a brief abstract of the technical disclosure in

the specificatiorFl37 'CFR 1. 72 (b) "aindMPEP ',60a,OT.(bH>.

3" Brief':Summat~?';df:the' lriveritidrt

Tllisport{On Ofthe'spec{fica'tion should set forth "the

backg:roundi6f::'the J invehtioh':::,(i:~e" '/' hH: Field,;:..'O~" the ,',Invent:iOn,,·

of the Prior Art) and the and

provis,iqp!?, ot~37",<:FRl,.9]" .to ,1.,.9,9; "c;:o.I1,c~rn~n9, a, Pf~O:r ar t; state

ment.jso f~p:,at__:Pc::>: f:r::,~u<:l,:-,:I9~¥, be J?::t::fic,:t:i C,E:!9" ,i l1,,HP_nD,~pti9P., With tl:ie
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appLd cat.Lorr •

(2)'Summary,of, the, .Lnverrti.on

ation and object of the invention. If a plurality of objects

4 ° Brief, Description 9f'the,DJ:"awings

spec i f f coone , andee ndcwi, t.h. .. t.he. na.rr.owe.st; arid most. s.p~.c:;.i,.t"_ic...orre ,

are stated, it is advisable to start with .1:he , brpadesba,Jild,,,least

prise an' .appr-opr i.e t;e -des c.r i p t.Lon: of::·the, f eatures., nat.ure.,. oper::,

and p.rovi.de r.a suffi.cient·:sl.lpppr:t:.J:he.re:fo.J;".~ T:l1.~-,:' s~a:r;y,~mqY .com-

The summary

When:: there are":clrawi,ngs ,"- the ,spe,cifiC'ation)shplll,d,,incJ,.ud,e:

a brief" description of. t.he. several views of the .. dJ:"awiDgs ..

5 ° Det.a i LednDes c r i.p t i.on of, the, Invention, .or-,the·,Pref:e:rr:ed,
Embodiments

description of "the >inv~ntion,>thaIl;·,tl1.~:~c3.1?,s,t~ClC:'l:. 9£.. ,: 'l:.h~,.,.d~sc,l.ol5ure ..

This is ::a' _·more;:,detail~d;i'geI:1~;r;-.:iJ,.,f. '?;}{9-C::'l:. and.. compr'ehens Lve

The specification should include a description of the in-

vention in such full, clear and exact terms as to enable any

person skilled in the art to which the invention pertains, to

carry out the invention without doing any special experiment.

The description should set forth all the elements of the inven-

tion comprehensively, and also include a specific description

supporting the comprehensive description, and a description of

any equivalent. The important limitations to the individual

elements of the invention, if any, should also be set forth

specifically.

The best mode contemplated by the inventor of carrying

out his invention must be set forth ..

II. Court Decisiqns Conq~rni,l),9.p~sPFipti(JI1Ln a.:S:p~c~fi,catioI1

,3 5, 0.,. S o,C.. 11,2 pr~Yides.fq~: tl1r:e,e requ.i:[~efl1ents in. con-
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I willalso of great significance in interference proceedings.

summarize the major court decisions in which the description

requirement ....wa s ... a t ..... issue..

(I) Insufficient description of the invention.

(2) Inability to broaden the scope of the invention.

The scope of the invention was limited to the description

in the specification as originally filed.

(3) Inability to narrow the scope of the invention.

The lack of an appropriate description in the application

as originally filed turned out to be a fatal defect for ev~n the

applicant who tried to narrow the scope of the invention.

(4) In interference:

-92,-

nection with the disclosure of the invention in a patent s~eGi~

fication, i.e., a description requirertietttt,':,an':enablement "·r.equir:e:..:,

ment, arid a 'best mode requirement,'. 'These;requirements:are::o'f

great lTIlpb:r'f.cirtce' in"3 U:~ 5',;'; pat-ent; application: t:')'and ::ther.e are .:~

lot :0£' cour t de'c Ls Lons" coht:erni.ng these ;;requi,rement,s '~:I' wouLd'

now 'Like 'tb'idfs'dhss~'the po i nt.s a't; -Ls sue d n-cour-tcdec i.s i.ons-;

EXHIBTT':"V'show's' '.3' tahl'e 6f::; the ;,court':decisions :which::we -rheve

s tud.ied.

1. Descr i'pt.Lcn' Requdr-ernen.t. '

The:' -lss:U'es··: i:hVb'lv1:hg :th'€! de'scriptiori:; r equd neme nt; t ake-.a

number of different forms. For -e xampLevi.t.hey enLserwhen.rche

appli'ca'nt': wi-she's'i to' b r oaden 'oT;:narrow. 'tner-scoce-sof thec-!inveIition

in the everrt--t.he spe cd'f Lca t.Lonst Lecks -ac.f uLl.. descript"~6n::;,ofi~the.'

elernents':,ihd{'s:p'ensable.::c.to·. ,:the 'invention. 'I'h.l srrequ.irernen t : is

c a ti 0 fr:<5 f .,: ~'ci 6h ::~~ll?ty: 1:6: fli-:~ ',:;.fri:t':~:i'ikr~:H'h:J; ·:s:iibi..n:d 'b"b::n-t:iti"i1::;'(1. 'f{{i-f:'

des c r i pti2'ri. (; f th~~ :o:'fua:;tt:'d(i:: ~:'de lLh'J2{ b~F :'ed'Bi{: "~b'ijht~/fr th~' 'i -rife'fL.



ference ..

2 .. Enablement Requirement

'I'he. -r equirement; ..of ~!?: q,,"'9~G ~)':. +±5::·,~1}a:t7 ::th3;..r:B~9if.~e,~t,,~.sm

shou ld inc Iude ::~such :,::Cl: full,- d i.s c losu:r;e ,', of ,;:theinveJ?,tio;p,,: as.o,\:9

any person

sentially identical to what is required by:,tg,~,;-J?,¥i,~rrp,t-'~C1~:l:f

almost all;,the".Qtl1.er".,coun:tr:~e!=1'Ln t.h e.... .wo r Ld, ~SHgrr;:l;ip.glYI the

majority;::'ofL>tl:1e,'cO'l1pt:decis:'~()rs'deal with, .tihe mann,~r,:"pr,.~pro.cess
,,' , " , " '"' ,., ., .. ' " " ," .;, ..." - ,.' '. ,', ',:' ." ',:, "':'."-:: ',,: ,.) ::,;'. ,,,,- ., "'>

of mak.inq <:,anq.:llg,.ing i::.11~ cJnYE.'!J):t).0I1I:; .tbouqh ..the'r:e9-~,~....some. ot.her,

special' i'$?'l:l~?:~:

(l) Disclosure qf';<~J).e}:pr.o,cess;,f(;:>:r: .t1:(lJ~in,9:

';'rhe a s s ue s conce r nd nq t.he d i.s cLos u.r.e of .~,:tc~~" ..gF0.s.~~s J.or

making "the LnvencLon re:la;,:te;,to~"a'.<:lJ,:?,.~,gr:eeHl~i~"!: p,t¥!tw,~~,:r\ t-he :~cOBe,

of toe inventi9:TIc""Cj.$919-irn.~~,:t::and .t.l:"le, :~cppe>,of,;t.~e",~~~~.~tjo,n

whi ch. can-, ac tUi3.LlY..'nl:le::9.i3.~r:i:?d'pUt, .. ,--['r:l;1,~Y:, ',~.? .i;p:,J.,y",:ar,isefro.rn",.-:chemi'~:
, __, '-",,' ,';",,,'n_" "" ',' "

'cal ce.ses,

( 2)- Dis c-Los ure., p f 'i .t.he, k1a,pl1;,!?';(':> q,fVl?i11:9.

is s a t is f i.ed

In the case of an invention relating ,t9\-:,a: ;cJ:1e~A:,ca'l sub-s

stance or a medicine, the enablement requirement is not satis-

fied, even if the specification simply states that a :::~,ep:-t,a'~:n-,

synthe t.Lc. p-rOdl1CP.T h'a.:s,., ph:i3.:;r;Itlac:o'logic,a,J;;:.PIZ9P~r~t~~"s,f; :'-9:(:.' is ,:U,sef,ul

as a me d-i.c-i ne-, -'A,:. dis,q19?ur:,e>pJ~,:t:rrE:! ,ql,lani?-i)~YL,~:Acl:-,,:,the ,me:t:h()9' .Ls

requi:red:.

(3) Extent of Enablement

In order to ascertain whether the e!:,<3:blem~pt .requLr-ement;

is generally useful to see if .the scope. of the
""'," " 0',,'." ,., ".,.'." ( ... " .. _ "'.""",

invention which can ac t.ueLjy ,pe carr.ied out as. described in th.e
" ". , £rJ'

spec.i f Lce ti9,.~ is .i.de..nt.i caL __:t(J:t~~ scC?pe:, of the .LrrventLon

claimed. For the court decisions concerning this aspect, see
"." '.' ,. . ...... " ... ,''',' ,,,\,,,,--,:.. "'''' C,,' ,'" ..... ," ,,'.... "': ..'.,. ," .. ' '. ..'.•
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EXHIBIT V.

(4) Any person Skilled in the Art

By: ~hom'shbuld' the specd.ficeitlon be wr,itten::·to -be pr.ac

ticed?F6r':- the' court decisions:·'handlirig ::'this'issue i"se'e EX""

HIBIT V'too.

3. Best Mbde Reqri'irement'

'This\: re'cpiii"-emeht hi3.s'recentlY becoine::'very;irnporta'ntas a

result of'Ehe' "app'e'a.-ra.:hc-e:' of the r u Le concerning:' the -';fraud,on '<the

Patent -and':: Tra'cl'em'ark o'£fi-'ce':1ri" inter parte':cases. There '-'have

been many cases brought before the court as shown in EXHIBIT V~

4. Court Decisions Clas:s'.ifi,'e'd by F'ieTd's':6f'Iridustry

We "have-"'1Jlcked up a's many- as 58 court: decisions concern

ing 35' u.s :C:. 11.2.": 'Wehiiv,,: c'Ia'ssi.f i.ed them by'· fd.e Ldsvof ' Lndus - .

try I and'follrid)"that- 67 %:of-'<lhem, Or :39 ca'ses a re chemical:,While~

33% '6'f: them, or"1:9"cas'e'Er'are',c,'ll1echani'cal o.r-eIect.r i c a L. The :ma-

jority of the cases are chemical. This apparently suggests the'

necessity for special care f:rftheprepa'ration ,of' epecdEdce t.Lons

for chem'icaL :inventions:.

E. OUR COMMENTS

:'We 'have s'cudi.ed t.he"'hcitu:r'e"bf:' Ja:pa.ne'se;'and: u'.S~',patent

spec i fie a'tibris',' part.icular-lythe de ta:l:led::des cr' i pcLon of,the

invention therein. I would like to summarize what we have found',

out.

" :"" -- ',", ,"

I. Japanese 'Specification

1. In Jap:a:~-," i.E'\su~\ial 'fa understan'ci kri'i:~v:~'hti~:m"b'~sk:d'6'ri'

the important ~thi~g:is notwhii:inveritfbn the'inventor 'hasactu~

ally m~-'de, 'b~:'t":~bje~{'IvJ:i.~, ~h~{'the "'irivention :d~~crlbed":in thk
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s peoLfd-ca t.Lon- is.' Therefore, it .i;~,:ne<:.essa.rytp de s cr-Lbe-v.the

ob j.ec.t, , .const.ruct.d.on-and e f fiec t-vo.f .t.he-Lnverrt.i.on '9,et":i:t:li,tely,by

clarifytngthetechnical relationship of the obje~t;~.:c.().n~;.~..r,uc,,::

tion and; effe c t; with.':Gons:istency. ,E;'qrthe.r<,.: the :;sp~c;ifJp:a,,1=.i9P

i s .requir~d",j:q;' J:l~:s c;,r:~l)e,; :}::Il,e 9Pj,~SJj',.',99-I1~"t:r::qS.ttp l}:~,';I}9: .'e fJ,Ejc t; lsl.

an Lnvent i orr.ti,n. corrtras.t; ,to :thqse,:,:of,:the:p.r-ior,'<Clx1:,.

2. In mechani.ce L and eLec t.ri.caI ,c<3,ses,i-tis:,':P9rnmon:. prac t i.ce

to omit'"a d eacr i-ptri.on.v o.f t-he. conscruct.i.on of .an i,i,.D-V:~f:lt-t:GI1,"a,nd

substitute a descriptionof'anembodiment tihe.re f o.r ,.. ("",eEX"

HIBIT·I I:I.~:4J .;;1t· :·'i-S'i;:;,howeve,r',:.necess,ary \,,1:0 descr i.be :,:th~::f ea.t.ur-es

indispensable,to,.'the:;;i:nvent:ion,: ,or':at least the ; GOflS truction

o f vthe qLs t-rof the..-.i nven t-icn j-ic Lea.r.Ly along wi tl1:,·,-!:.hei~:,ope.rCitioI1'i

apart ,frqm:the;emboqime,nt·i,;;s.-ince;:i:I1.,.~case o:t:",J.;n.f.ri.ngement, the

inventionis':like:ly,·to be, int,e.r.pre:ted "with a nar rower : scope ..

The::specification-:s:houldbe -p.r.e.pa.red tQ:>provide Ci,:full! unge!:';":,,

standing, .io.f.. the:'.:objectl' :,c.ons·truc:tiqn and effect, o frt.he .Lnvent.i.on.

even if a "description ',o~--;the"ernb..o.Climen.t:,,:i~ Il9t::tak.en;i-ntQ:.99n

sideration.

3. It Ls.vne ce.ssary ;t,q,,:include.,a,\<l,~,de ,vari.et¥~,0f mode s. ,pt

p r actice which represent an i.i nt.e rmed Lat.e c()rlc~pt:,~pn:,:,ang, a:~i:de

variety:of,embo.Clim.~nt:s:wp.:~chre,B.r~seTlt:, a speci~~c.::~9I1c,eP:t:~on, 59

that they:may:p.r9yiCl.e a,:d911p1e..:,$.upport for the entire 5cppe., o f

the invention. It is ne cessary to include an Ln f i.ni.t.e.. numbercof

embodi.ment.s :.Ln O:t:der::::i:.o:qClTIlplei:.e,ly ::support the,,§n:tire::'$.99,pe,. of:

the invention. However, if the specification includes mode s , of

practice as intermediate conception, the entire scop~ ofth~ in

vention can pe efficiently supported so that an enforceable and

extensive )2.~.te"n.t ~,~ght can be obtained without unnecessary efforts.

4. It is essential to describe in the specification any em-
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bod.imeri'tvt.hat; "'ftie"app'liCarit: 'Tnt'eridsto carry' out' cn va commercial

basis ;,'and ",t.he';bEi'~'t rncde "cont.emp'LaEed :by:the' I nvent.o r. of,:'carrying

out the'-ir1'verlt:ion

5 "A':de'sCiip'ti6n -of the,:effectd.f,,-the )iliventi6ri', should con"

tain only the effect "der i.ved exc Lusi.ve Ly f romvthe.efeat.ur-es 'in~

dispensable to the'Tnve-rition 6'r:t-he: -qi s't; ofthe:invent:ion.

6 ,~" Tt 'is :'adv'i's'abie -:-to ,de's'(j:rib'eo::the ef f eot.s of:,:the,:modesof

operation ari'd'e:rrtbddiments bycxev.Lewd.nq the: invention -fr om- va r-d-«

ous angles,'-'since::suchdesc::ripti'on:::is -Ld.ke Lyvt.o ,turn out uae fu'L

for the-'ev.::iluat.ion,'.:)ofthe- frive'ntion- --fnr :unobv-idus,ne-ssfpu'isua:nt

to Section '2 'bf:"Artic::l'e 29'of the "Japan-es'e' -pa-te rrt.. Law .

7'~ In'sbrne'c::ases,':Japa'neseapplica tions-'correspdndi ng ,to: Uv S',

application -are"rejec::te:d as:e-fai-lirig ';:t'o' :describe;o:r;:-failing:-:to

contain a:!fiill'desc:ription,:of:, --t-he-":efEect of the 'inverition'iIi

accordahe:e:'''::with'the pcovds aons of Sec.t-Lon 4 ':6f-A'r,ticle' ,36' "of erie

Japanese Pa tel1-t Law. 'This i's":due j'to-::the cf.actvthe t othe basic u~s'~

Patent Law does not necessarily require such de s c r Lp t.Lon c: In

Japan, the' 'spe:cif'icat:L6ii-::i's "-'t-ecI'uired':-tO' descri-be' t:h'e':effe'ct: of

the inventib,r;::'as:''Com'pared with ~th'(it:'6f'th'e- prIOr art. Accord{ng

to the U.S-~ i:;raC'ti'ce', the:supefi'6tif~iof:-:theLrrveriti.ori to the

prior}artnbtreferred,:to in t.hE(,:sp'eci'fi'cat:ion <{'sadmi t.t.e'd ·if

an appi-op.ri.a t.e affidavit isfiled'(14'2'USPQl.Oi). Thesedif~

ferences>he'twee'tl.: JapaI1;and ',' t.he:Uni,ted '-is trat.es 'call' fOrspec"ial

a t t.errt i.on-,

.s . Speci'fication

1. In

include a description the tbJe~f.r6'-n,"".'th"e rn~n:ri-~t" and . process of

making and using , and the best mode of' carrying it out.
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2 This disclosure. r-equd r'eme rrt.oceL'ls .;for,:the,-.d:ue. a~,t~ntion

of Japanese: companLesc.wh.ich .rpr'epa r e .apecLf Lce-tLon-d.n :acc::o.rdCinqe

withthe: :Japanes.e ~Pa.tent:Law.~,.The:,::Japane,s,e::P a/f:;'~.Il,-t;J:,:,%w -de fi, D~ S;

as .anr i.nverrt.Lon 'a, c.r e a.t.Lon! of a, "technic::al::,c::oncep:t, :.J?Ci;~e.4:.9,n",t,h§

la;ws of:nature:,

into what may be called technology. The U.S. Patent:,Law looks

at an invention 'dLf.fe.rerrtLy , AlthO\.lgh the U.S. p.aue nt.s.Law

does not:cont-ain,:any:-:de'f:ini,tion ::fo1:; the term ,;~~:invE:_I)tionr·'_,

considers ;--that-an .Lnven'td.on vrnus t vbe what''-"ca,n 1:?e:::cCl.:l.J"ed<~~c;:h')·

no logy'.

3. In t.hevun-i t.ed .St.ate s ;"the,best .mqde,'x;equi~ernel11: :i.s;,:q:E.t:~n,<

at .i.ss'ue vd nvconriect.r.on .wi.t.h ,;:the problem of 'fr-audi::n':rE:!G~n·t ceses

of Lnf r i.nqemerrt, '_In'Japan, -this:-:-requ:i,rem'ent:-"is..'::,only:' f ound "in:

the prov.isi.ons for,the:forms accompanying the Rules: o fv.Pr-act.d.ce,

and f-a.i.Lur-e ct.o 'describe the, bes t-unode .does not""directly:'-resl1.lt,::,·

in the rejec.tion r:of .: the -app Li.ca t.Lori , "This is~/a:::;great;"diffe'ren<::e

which calls for special attention.

4 ~ '·We :m~s:,t;'keep;::i t Ln-mi ndc.t.he t the prior .ar t, .s t anemerrt..

required :in::theUriited States, is "a ve.r.y: stringent r equ i rement.,

to ensure that:.no 'fraud:be"'practicedc,on the pet.errt iand.i'Itradema.rk-,

Office.

S. The U. S ,<Code of 'Federal Regulations,. (CFR) , and, MaI1.u.al

of Paterit',Examining:Piocedure (MPEP) Lnc Lude c.ce r t.ad,n different',

r equ i xernen cst-Eon spe c i.f i.cat.kons. from" t.ho s e ni.n: .rupan, Eo.rvexempLe,>,

the U. S:~ r equ'Le-td.ons crequire:.the:specif ica ti:oil:'to::: .inc Lude an

abstract of.-the :'discldsure, andca s umma.ry vo f t.he.td nventLonwhLch-:

we do not have in Japan.

III. Conclusion

1. It is our earnest desire to obtain an enforceable and ex-
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t.e ns Lve -pa t.en t. r~ight'-"'with":a mfnimum ieffo'rt.' In'order:to .re aLi.ze

thisdesiie"the:sp'eclf'icaiiLotr:,is r'equi.redtt;o give an: efficient>

disclosure ::of '-.,'the'wTde,scope' "o f ::the'Invention>t'o,'the public

and to :be's:uffi'cierit,'enolJ.gh ,to'overcome"the,Examiner "5 irejections

and to 'serve as 'a cer-tLf.Lcatie o,f;rightsecuririg 't.he. extensive

scope ;ofa' pate nt.

In; preparing such spec i:ficat:ion , i,ti's' firstly essent.LaJ.

to clearly des'cribe :Lncthe de'ce iLed descri.p't.Lon .pa r.ti otvt.he

specification what:':th~ invention :i's, 'i.:'e ;:"'the object, .cons t.ruc.tLon

and effect of the invention by clarifying the technical r e La t i.orr-.

ah Lpvt.he.r eo f with coris'isten'cjY:. Secondly, it>is'ne'cessary to

definitely--describe:the>the ob j e'ct ;' construction 'and effect of-

the modes:,o.f:practice.:',which -;re-presentintermediate corrcep.t i on

so as t.ovc ove r-t che Le rit.Lr-e s copevof.cthe invention. 'Last:ly;';,:i,t is

neces s ary to describe a..wi.de variety .of: embodiments; "spec i.EiceL'ly

in det.aiL 'so' a soticjcover the"enti're,s.co.pe,':of ,the >inventiorl,

What;:is'-imp6rtant::iI} the pr-e'pe.r.a t.Lon ,'of:such:,spec.ific.ation

is how 'e'f'fe'c-tively: one:'; in-charge of va patent app Li.ca t.d.on : can

grasp":'an;,inven,tion :r eeuLted from -researchand',developrnen't and

how the invention is described in the specification.

,Thepreparatiori of<such specLf i.ca tidn'needs<:not' .onLy.jt.he

e f fo r.t.s.oo f . One in charge:'of:"a ipat.erit; applicat-ion,:"obut,:also:the

coopeY'a'tion"of an enq i.ne e reo r r-eae a.r che r rwho.t I soan Lnventor.;

Furthermore,',: the quaLdtiyt of r tthe '>s:pecification .a Lso d epe.nds on

the s.tra t.e q i.c. pLanrrinq or policy, as well:,as:"the"se:lected
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2. h~~e pointed out number ,,0.£ piffe:r;el)ce,s in the

requirements .. for .deseription and U.S. specifica~

difference's: Lrrto' duetake these

when preparin'g 'a>:sp'ecific

Thank you very much for your attention.
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SP £ (;1 EICA''r'':r'O N EXHIBIT I

1. In general

(1) A ~peci:Eica'l:~on/: w.ith(:~,:B_;.p:wing_,

if n~~~ssary, attached 'to an
appli~~~i?n.form.~h~~:d s~~,~o~th_the
follo"hng ('A36(Z) h,'

-1. .In general

(l.)Aspecif.~cat_ion_to:_,~e at:,tached to
an application form 'should be
p~~pa;ed acco~~i~gto, Form 16 (R24).

'1) Title of Invention
2) Claim-or Claims
3) Detailed Description of Invention
4) Brief Description of Drawings

(2) Detailed Description of Invention
should include the following to the
extent that any person having ordinary
knowledge in the technical field -to
which the invention belongs can easily
carry out the invention ( A36{4}) :

Object of Invention
Construction of Invention
Effect of Invention

(2) The object, construction and
effect of the invention should. be
stated according to Form 16 (R24).

2. Object of Invention 2. Object of .Invention

(1) Description of problems which the
invention is intended to solve and
the field in which theinverttion is
utilized in industry in relation to
the·prior·art (;Forrn'16';~'Remark13'(a)

3. Construction of Invention 3. Construction of Invention

(1) Description of means contemplated
to solve the problems together
with its operation.

(2) If necessary, description of
embodiments to show how the
construction of the invention
practically works.

(3) Factual description of embodiments
considered to bring about the' best'
results of the inventiori as many
kinds as Possi,ble,_ if necessary,
with specific figures.
(Form 16, Remark 13(b»)

Effect.of Invention

1(:; Concrete description of specific
i advantages brought out by the
I invention ( Form 16. Remark l3(c)

~ffect of Inventio~
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SPECIFICATION EXHIBIT I

5 t andar'de",for:Exa¥iinatiem Manual of Examining ~rpc~dur~

De~~~;ip~:i6nof':,the"fiE:il(i, ·to. "?1l.:i.ch the
in.y:~n,tio~:b,eJ.ongs:( :2,5•• OIA:l,Jlt,,:) .

1he object, construction and effect of
the· invention should be clearly describe
in relation to the prior art to the
extent that any person ~kil1ed in the
art can pr~cise1y understand and easily
carry out the invention {22.0lAl

2. Object of Invention

(2) neacrdpt.don-ot; the: 'cechnLcad- -sub'[ectis
arising.frbtri'the:ana1ysis',of problems

'involved in the prior art'dfthe
technical field to which the invention;
belongs ( 25.0lA 1(2) )

r#hlch::,the1), ,,:'(t~.e""~~#~~i.i::'~l'fi~ld
·iI1.Y~~~i"pn::,pe'longs ':=, '

the t~chnica1 field .tio wiiibh',::'1:hi:!:
invention belongs in view'o'f"the
object, construction and effect of
the invention ( 4.3.1

.2} ':,§J1y "p'?Z:;SCJn"sl<;il.1e~,,~,n,~he.Ci,:r:,t":
any person having an ord"inary 

power of underst.ariciiIl'g,:".technol-bgy,;:.
in the field to which the invention
b~i~~g~~:"('4':.'3"'::2-;:r >_-.-0 ._,"<._---'

~: 3)··:·I;~6":·t~~':''ex~:ln~ tha~",,#Y, p~~s~:ri:: ::
s~.il1ed i:rl~he ,<irt,can ,1:.as'iiy.,~~ar·zY

.out:,theinl{en:ti9~~·.:; .: :.: : .:.:.'".- "
~9",:,i:he' e.){~ent,·~~t:: any. ~e:c-~,p~:

skilled in the art' can 'undEq:~1£a:hd--'
and reproduce the invention
(fQ1low~xperimen:ts).pr~ci$e}r

light of :the techn:i.cal.,:Le\fel,:
attained at the time of filing the'
app'Lfcatuon (: 4.3.3 )

, 1. Tn ge'n~ral '

(2) Description of problems which the
invention is Lrrt.ended to solve in
relation to the prior art ( 5.1 (i»)

(1) D~sciipti~n-of the field ~n which
the invention is utilized in industry
for understanding the technical
subjects of the invention ( 5.1 (ii»

r 2. Object of Invention

(2)

I

I

I
i

!
'I

I

I

1. In crene'ra lcv.

(1:) A speci'ficat~o'n ::shc,tiid in.c1ude,:th:e':;
,~~~~·:~.+d-_·_--"_·_-~-···I~·~--~-,._,."~~,-._~~~------.----'--~_..~, ..~..-,,~ ,.. :..__~ J__l_fQJ):.Q~Jng~j,:ri~~h~::,.Qi~~~~~lO~:,'~(~.:?j.}?2P )"": --1 ,

n T+:?~e'-, df' f'nyellt l brr "
2>,p~a:i~ ,','CJ,r -s~a~InS:
3) ,D~t,a'it~d. ,r;~S~~~?rA'?Ii:., "o-~,;:i~y"e'~¥.i:bn:".'·:
4) Rel~;itionshipbetween .Addit£onai:·,aild'

Original Applications,' if applicable
Brief description of Drawings, if
necessary

~IOI~



(~) Detailed description of the technical
. means for solving the technical subjects

with basic data, modes of practice
( aspects of invention ), e~odiments

( examples ),comparative examples and so
on (2s.0lA 1(4) )

3'. Canst,ruction, of/Invention:,

(3).If a starting material which is not'
easily available is used in the
e~pd~-rn7~~ aAd,th~,li~ta~:~~s~~i~tion
of the method for. i es 1XIa.I'ilff~?t~l:'.e·,'~nd
thc:!-;so~p:ctafrqmwhich it 'is 'obtained.
( 2S.0lA 4 )

:Z) (:cmcr\3te .. :d.escription o'f'~he, -effe"d,(s) of
t?,e, inveh~,ion"'{"'25·.:01A1(5')-)

~)Description of grounds for~the numerical
restriction if included in Claim{s)
( 2s.01A 3 )

(1) Description of the technical means for
solving the technical subjects' of 'the
invention in a manner to support Claim(s)
( 2S.0lA l(3) )

, ';:-,,

4. Effect of,Invention

u: Excep~;f~~':-i:h~" ca:~'e _~h~~: the 9~e¥ation
and effect of the in-Jen't'{on--are:' considered

to be:,,~~!?t.i3.Ilti~ly eq\li,~",:~e;Il:t t(); those
P,t ,~~~ ,: ~Fg?~e.nt~,: . .>~' 'is n:9t. p~~i~sibl
to sUbstitute the "c:Ie.~crip~ibn·.~f" .~~~ effec'
!5J?~.c:~:r~,?" ~?the, 1:7,~:~~i~e,nt":f()~'~~at'()f the;
oper~:t(6n-~·..iI1d-·Eiffect C;r-tRe" :Glventlon
(25'~01A6") . I

M1161a\ _~ela~J.OIlShip:()f,'~~E!' Obje'ct';-;
Construction -and Effect,',or'" I:hv~nt:i6ri:

4. Effect of Invention

-i02-

(1) -:Con-sistent'desc,tiption of.:the: object,
:;constru,ction and effect: with 'one': another

( 5.4)

(2) Description of ~9di~entl:;<s),ill".','
case the descripti~n 9fcons~ruqtion
ofIny~~ti~n,is_Ilo~ made a.s: S~~c\f~c#I.1+Y
,:\s, th9;t:,ot'tlJ.ta. enp.o4i-rnent: (sJ :,( :=!'.-2,:-,U_i~:>

(1) Description of technical means-.
contemplated to solve the technical
subjectsof' -- the invention 1;:.Qgetpe.:r
with,' i tsaperation "J,5. ~ " (in

(1) Description of effect(s) brought out
by the elements -indispensable to the
invention (specific; technical advantages
brought out exclusively by the invention)
( 5.3 (i) ).

(2) Description of the results obtained by
solving the technical subjects of the
invention concretely enough to understand
them objectively ( 5.3 (ii) ).



EXHIBIT II
TREND IN COURT DECISIONS

The following cases are classr~(f'~X:~i'iief~~\i:i'i~~m<;Ji~'~~'shown on pages 10-14:.

/27
X

""x

2S
X

2S
X

23

20.2122':!2.;;.
0000

Iq
x

/7
o

-",,',

16
o
I

I
/5 i
<0

x

12. x--

9 fJ 13 r+
o 0 00

78
XX

e
o

4o

5

2
o
!

dise,fe:> :ti:iffingeme~~:":(C_9:Ur.~)_,;-",, ,_' .
;', ,x 'faJSe,:." inv:()~v:i.ng: the' c6mrni~~]fo~~i 0 ~" f'?J. tents '(Court)

,~.l~;g:C:~l::;;_e '?f·~~~~:...~pat:.nt _Off~ce}:::.:::::,_~::_._

in general

terms and
definition

correspondence
between
invention and
embodiment

techni~iH

••s
11
'2,-
'"-ll
e
H

object of invention

no, other embodiment
;(-examle)

enablement

prior art

quantitatively

specifically

camp'aiLs-oil w'fth-"

prior art

"aiiy"pe'rson -skilled
in the art

~-la:ck'"of "iiitlls'peiiSable: .
elements

. 'ee'cli-ni'cai"fleid

at issue

\14,.
o
"c00
c ,_

·"
,_ 0.

0,_
.... \.l

'" 0'" .
~Il

'"o §
" ,
c "
• C~l""l dl

g ~
H

'" .o 0,-
""o •
~&"'."H

~

o

§," .o 0
0,_

" "" c
• u5 ~

:u H

--103-



EXHIBIT II
TREND IN, COURT DECISIONS

14
X

:<:",",.;">::
of Patents (Court) .. l

'0

11

4
X

2
X

.3
X

o case. :ot, :~hff-ingement .. ,(Court)
x.case inVOl.vi:Qg_,',tp,e__ C~_s~_ioner
o case of trial (Patent. Office')

in general

correspondence
between
invention and
embodiment

terms and
-defIiU:tion.'

no other embodiment
(examle)

E,!.naDlement

prior art

lack of indispensable
ele~n1;s"

any person skilled
in the art

t.echnical field

object of invention

comparison with
prior art

specifically

The following cases are_:_classified_-,4i,f~~~I1~1},;3~roiItthoseshoWn on'p-a.'ges:'lO;;14·~'----"·

"pCfirits'at Issue

'" c0.s
""g ~ quantitatively

-----~-~--~------"_.._----~..

"H
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EXHIBIT II

L{~t" "~\i? 'c'~k'~:~'x':~i6:ke:Cj",i. a~'-L ;'{

n-: s :,:::;,~' ',<;,:,'1;'

High "'Court

Hlg~~,:~~~i
District Court

~istrict Court

;ch~ca1 and Materials

e'~i4§(GY'o:.:ke) 74'tbf

. ,.'t:9 i~ J_~~,(~~r~:~~4;7~,~f;~~ Tokyo

10'; 'SO-(wa)--103"'of--Osaka'-Oistri'ct-

.;ft!:~~2X~*~~~f:*~:~~id:t1f6kto __ ,\
'12:-.,Trial':>No-.:5:2~14077 J; :;in,//n-!

54"(Gy6-k.:e'j'lSJ: of To~O High Court

s~:<Gy,o,-,Js~).:1:9,~,pf Toky~"H'i~gh"court'

'/;

4. 44(wa) 214 of Tokyo D.i~t:ri~t'-court

45 '(Gyo~kel50"o:f:;Tokyo High':COiirti' '

NO-~4~::~6'rr·'· '-
5:

25. 51'(GY,9,~,k~'ft4i '::~{f;r.~~~:~' High'Couh:':
.,.-,'" ":';,' ,,"", '.:c"_

26. Sl(Gyo-ke) III of'"TokyO,:3!High:< Co.urt

27. ~f(~Y?~,~,e)~? ~7, ,'I'OKrO Hi~~: ,;?U~:
2B.,' 's~,~~~~~e;;~'iL~'f';~~k~O H'i~~:: c~~rt'~ ,
29. 53(wa)9231 of Tokyo District C9urt

Mechanical and;~ie~~i{6~i

7:. 46:(Gyo:,::,kE!:):48, of :Tokyo' High'

8. ,46 (Gyo':::'keY"gi -Ofnfuk~r:d'Hfgli~ courl\""
. "'. '-' "" ,'- '- '- -'" ,j;;'j'

9. 46"(wa)9630 of Toky_o,,,::pi:..~;t,ri,9:t::,_~?~.;t,

21. SO{wq.);-2s6,4; of):'I'9k.yO: District

22. Sq{ngyi477'bi: Tokyo High court
(","i ' ::-:'>:,~ ;- '; ,,', ',' .':.-' ,;"i:" ' -- .'

23. 51(Gyo...,ke)95 o,r,;'.r,~K~~t:~:i,gp.;S,~~

24. 51(ne)7B3 of Tokyo High court

30. 54(Gyo-ke)172 of Tokyo Highc6urt

31. 54(wa)2ss7 of Tokyo District Court

2~ Trial No.41-945

3. Trial No.41-9285

11. 4??,(;w''nL4,1,33;.: _~~, ~~~:f() B+,~:,~~-}:9~,'r.-S°~F,t

12,.' '47,("Gyo..,ke),18> 'bf,-::"Tokyo::HigH ,:ceiuit;:

13. 4B(wa)6031 of Tokyo

: ;,,14. ,,4,B(:;.ra):~?3,,-?: of ~~*¥:l:l:

15. 49 (Gyo-ke:):~~,,'_S~f Tokyo

16. Trial No.49~96Bl

17. Trial N9".,fl?lv~5,0

lB. sO(Gyo"'keJ38':of Tokyo Hi'gl,

19. SO(Gyo-ke)73 of Tokyo High

20. SO(wa) 1209 of Osaka District
-,,~)": '1.)(\
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EXHIBIT III-l

PROPOSED PATTERN" OF SP~CIRICATION (Mechnical Field)

p~~kern of Specificatipn

;Technical Field
"This invention relates'- to ....."

':'pt-io!r Art
(J.-} ~sq::iptiOrt:'of prior art
C7'>,I?:~oble~~:,in ,prior Cirt and ana LysLs thereof

\)bject' 6"f Invention - ,
soj.utdcn :.o{'problems in :~pp.st;rpc:tion::-,:CUld:fun!==t,i9Il,prpriprar1;

c6h'~'tiu-6ti6h';~i lrivention (X + Y + Z, gi~t:'\="i,
Description -of the e Iementis: (X +, Y;".+:Z) Lndd.apens'ab'Ie to
the: Rpp~:t:~,pq1;:i9~ of !inven~+5m",st=:fl1;~,~;.. in ;~1~~,:<9.~,::; ,;;,:'- ,
de_sc:r:igtio~_9f ~onstr~cti(:m?~ th~ gist (Y) ,of invention
stat~d'ln'claim'and'operation:-th~reof

Effec~l'~~;:
Invention

~,. E:ff~:1t _,Cl~,P1V:I?'tioIl
'" 6esC:f;lptibn of' specifib;~dvaIitcige~ re~\~lting;:fri,tn"'>th~'
" "';:'cons'trtictiorf' and: operation ','of:,/the .eIement,s- Lnddepenseb'le

tio. ,tl1e, ,i,nye~t-ion,.sta~,4,,in q1~illl

'X.fy+z+E:
:X+Y+Z+E+F.,-

X+A+Z"~:'

~·:X+B+Z>

:~'f,~~~f .irid:dp~tiihibn-
'( the "eeee :'as"al>'b\r~':: )

X2!!h:-Z-2, e,~~T9,t;and :' qp,~~Cl~i()n1( 'the~' .'s~e ds' 'above<; j ~.

:the':':third':' embodiment

construction

Description ofG3

(1) Description of construction
and operation of aspects

(2) Description of effect of aspects
(effect of Lnvent.Lon and
effect---specificto" as~e~t~'f,

g. Description of EmbodiInen~~;:":,,, - '- ' ,
G1 'Description of the first ~ri.h~'diiri~-h'f-:

- ef-feC"t'i<and operation::?
construction "i+a1tiZl C1::{1,ose:,:()I;. ~:Ilye~tiori:",a(lg,

> th~~e' ~pecifi'c :-t~' embodiment)
G2 Description of the "'se8'ond' eDlboal&nt.' -

construction
and Effect
of Invention

h. Description of other Matters as Required
HI Description of modification

(construction, operation and effect thereof)
H2 Description of substitution of element

(construction, operation and effect thereof)



EXHIBIT III-l

Points 'ofDe~c~ip_tiQn

d.

The, specific __ adv.antages.:Les1l1,tiI:1g,~rCl~" tlli;, E;!;.i.~me~~
indispensable to the invention o~iy' sh~li'be 'des-c'ribea~'

The effects peculiarto:IllO!~~"of ,pri:l.9;t:~ge.: Oz: embodiments
shall not be described. "

The, rE!~Uft~,f~Om,:,the ,~qJ.utloil·'b¥:':'tli~':.·;technical pfdhi~m:;:,
"shalf be described in an object-ively'comprehensible":inarinei::)

The effects viewed from":various':'poihts shall:' be described.
The'~rounds for numerical· restriction, if any, shall ,be

-'-~ta-&id~'

The effects
with thOl';e'of' the ~pr.ior: art., ~,-

The effect,s"sJ:,:alJ, be:.,d~~.<:r,i~ed ~JJ. an easily ~omprehensible
and,per,su<iSivl;l;,mCU1IlE!:r;:'! ,s~nce :,~e,>~sc:~~ption of the effects
is si9'nifi<:~1:~y,-r,efa:~~'d~~'~.e' judgement of ncnocvdousnees
an4",thea_ll~abili'ty,'of the application.

:'The techmcal' 'tneans":indispensable to ":the objept or 'the"'"
invention (solution of,the 'techriical,p:rob-lems) ,shall be

'«'~" cortcfretElly: 'deaczd.bed.wLth its.,c,onstruction ~r structure,
and oper-atii.cn , ..furlc-tior:()r,mot~.~,~

If the invention relates to" a mech:an:ical"apparatus','--the
configuratic~n an:d c~st:ru<:tion of each eLement; 'and the
int~rreiation and ,-interreaction~between re.Iementis ;:,~h~,3::~, bEil;,:
described cOmprehen's;cively «Le''-:,.' in,::general cOIf~R~i:qfq,,~,.. ,; 0J(

Construction
of Invention

a. The technical field to which the invention 'shall be
-deecrabed ,

bU). The. prior"i.lrtwh~c~ i~ th~ most r"elAvant.'to· 'thr;i"irive-Iition
Object of _ I shall be··~learly -describ'ed'.
Invention b (2). The problems-in-theprior- ·art'shall-,be."pointe~,.out__i3J}~LJ;h.~~,_

- ---~--~-- - ---- ~--analysis~of".-the,..problems_..sl1~~}·7b·!,,~~_s;PF:i}?t:!(t._,~.~~.,_.~ ._~_"_. .I
c.:'I:'he, probleIl\S :'~I1_:it:h,,~h8:__irlvention}s' Ant€mded1:o solve

and the' ohjtk'cts"\,i"' th~ inverlttbn': iii-{Bd~trial utilization
s,h,al1 be des crdbed in re.Latacn t6'·;the·~pii-or'·art,_

":Eff,e.ct'io;f· ,
-:r;rly~p_t;i9n

f. The intermediate conception of the invention: shall be
determined so .~.s;<!=-9.:~p()Y~,?the:,,~~()l~:?~c::9'J?"7 o~, ¢e::'inventio1J.:<
:.bY"4i,,idi:q~:the;s~-op~. o~.,t:h,e;:,I!1y~iitiOI( '(general con!=~pt~on),

_,'i,ntp'several parts and including a plu'rality ~f,e~~d?:-~llti
.,;,(~~e?ific,.,c:on~ep:tion)., The, .i,nt~,:tllledi.ate conce~ti~~ 's"hall "be'
':,:sp:~ci:fically:'des"c;ribed with' :l.ts '-co~struction, ,operation and
,-:e~~~t:i:s.,",Bcl~ tl1e "e f f e cts, ,Of the ,invention and the effects

- "'':~CU:liar·-t'o' "the 'intermediate,'concepti,Qh shall·)be. described.'

'A varietyo'f:- e1nbodime:ntsto;c~erthe whole [scope of the
'<invention shali- be stated specifically and detailedly with
; ':-its:"constructio,n; .' oPE:l:ration t .an~" !:!~fe~s. :

The description shall be ·made 'spec{fically ~othat any
p'e:rs.on, s~:i:J,.led i~ the:a,f:t:,.~i3f,;~:~~ily carry out the invention.

, .t , The mode intended to b'e cOmmercialized or the best mode
" sila'll be included as the embodiment.

In the case of a mechanical apparatus, the configuration
and constxuction of each element, and the interrelation and.
interreaction between elements shall'be specifically describe

Description based on the drawings is preferred.

The:;des,cr~pt~;on~:?f,~E!:.,ef,fect;~:.ir:1:lle;:':E!l1lbo~im~ntshall
include the eife~-ts of' the in~~ntiori;''rriodes' 'of practice
and ~diments:. .

:ih'." ~,; Modifications::notdeSf::r~,ed..i:t:l':~<liments and the
substitution of each element shall be:.described, with the
construction, operation and effects ·thereof so as to define

...~~,e >~gc?p,Et.9.(~~..,~,~~e,~:t~C?Il.",~?-~,r:: l:lC)~?~ry thereof.
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EXHIBIT III-2

j>R()POSED PATTERNOF'SPECIFICATIGN(Electrical Field)

operation
as above )

X+A+Z
X+B+Z

X+~+Z+E

X+Y+Z+E+F

(2}e'ffect and operation
. ":',T ,~he seme as above )

of Aspects (Inter.me4~~t~·9onceptionof Inventibn)

Description of mOdfiidciit-:tbit

:ti~s'.~:rip.t,i()n 6'f 'stibstituti'o-ri- of element

(2) effect'"anq
(-;the same:

'9~sc,i:i:~H:i~:':-n' :o~ thEf.'th$rd· embodiment

~e~~ri~~i6n'o~:~~~str~c~~on
and 'operation-- of "aspects "

'.p~s¢:r~p¥~o,r ,:,()~'·':'~f~e(;t,:,.'~'f' :'~spebts
c'><>n ~;~~'f~9,t"?f',·~:r!ve~~:~·?:n:.·:m:~,', '" _"

- ...e"f.fe.ct __ :spe¢,iJ:i.c:....Jg '~,~p~,?~"~).. ~

Construction 'of,:+.nye.Ilti<m ~i'+:;'~::;+":~>;9ist = iy)

"Description' .ofrconscruetdon af:.:the,',gist (Y)~ of invention
. s-tetied-Ln-cj.atm -and-opexatrion thereof,

.~~-~.'~,;ipt:f.~'?'.'§¥." E~~,d~In~iit~
"."g.~ . D.e·7'<:~~pt~on ,~(·the:first -eniboddment;

effect and operation
,-(~):c::q~.~~}t,c::t~Q.n;.,~Lt.c3.id~{:. L~)':''(fhose of :;invention and

c, , ,~',:,·:::.::th.osespebff~c',~~:~~::"~Inbodiment
,g2' .pes,cription>'9:f.: the',,second",embOd:iment ' ...

(llconstruction·" ;x':;ta2~:t;:2

:E::ff~bt:::bf:"'Invention
. ,_. - -:, :._:D~~,cr:iJ?t~-p_n.:(J~, 'e(Eec:f'$-:- '7-":75\1,1tygffrom cqmstrU?tiori '::an~

",,~op~rfli:ipn_ q,~,;,tpe -,eie;~~'rit~ .:f,~'a:~spen~~le to, the invention!
' "~t~:t~d.. :i}~ 'cJaim'

; a ; ji~phl"lIbCli'-,:r~,~~_~
:'!~nis_ Lnvent.Lon r~:I:at:es .t:6 ',' •••

b. Prio~>~rt, _,
(1) Description of. P~,i,9_r. a;t ~pi~blems in. prior art
(2): Analys-i~ :.of, pr9pl_eIll~ :i:I1,<_pri()r;art

Object",of-oInv;ention-".:;: i !

·'.The,:· object"o f.r'Lrrverrt.d.on ,' •. TechnicCil;,~ubj eces

'constructioh
of Invdritl6'ri'~'
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EXHIBIT III-2

-:.: ,:~~',_qPrl~:t.;UC.~;9,~ '5?f )~h:~.; ~,i::~:t.',','P:~:·::::~~~.:,In,~~ritio~ r;s;tated in
claim, Sl:1.alJ,:):>(;- <l~~C:.l;'ipep: ~i1:h:,,~h:;o~~,:J;'Cl,~i()~, therepf so that
tnE:!:<,t,ecllnical mea.n:s~~:r"so~yin,g'. ~p.~':pi~bl"eIris and the technical
subje~t are cl~a:r..:LY:$J:1P~:, '-.- . ,

poi~ts .p~~cr~ptron

In"paragraph'··d--nfor,·understanding-bhe ...Lnventidon ..as.....a .. wbo'le,
the invention shall be described in general conception or
in a comprehensive expression. On the other hand, in
paragraph f, g and h, the technical means shall be described
in detail by giving modes of,practice, embodiments .and
modifications.

Construction
of Invention

-------+----I--~--------~_Ic-~~--0Sh~~~-~~,,~~~{~h)=~:l~t~-,,~li"-h:-tJ:':i~.:'e~j--onp,,-ri:i'in-,, I_:- ""~
(l{(Il'-~: .The" prio,r,.ai:t:: tl1;~:most",.re~~va~t to::the:.l~~ention

'aha.l.L ,pe~Cffiscri_beq:._:,' :.,,<"::-::c;,'>'::: ':'C.i' ";":'''.,: ;

b:(2:),~. ,";:The :prob:J..~Rls:-(d:i,s;.advant<;iges}':,AI1, ;~~la' pr~?_l;: art sha.1:1,"JJ~
'describedsu:ffi,c,i,E!l1,tly: a11d:.' .c9'mpreh~Il~~bi¥l: .. which: sery~,~;::, 'j ,i-.

to show the ~uperiority of th,~",:i~yie:nt:i;9r::,p,!er the: P,r:-~p;,,:a;r'r'"
The. -fact:,thatythe,.,.i,f.lyent;io'I'l:! ,~a~:;_sqJ;:eq2the techp.ic'af ; i': ' ;

r,,'s.ubjec,t,_ O:E: .tihe :inv.ent:::ion;,::(i_~,l:,~:, ,th,e ;:1::~q1:l~~9?l1 pzob.Lems in
:::the:"priqr:'.ar,t;l',:f!;hall:,be ,.sta:t.~~'. .

Effect of
Invention

Construction
and Effect
of Invention

e.

f.&
g.

The effects peculiar to the elements indispensable to the
invention shall be described, and the effects peculiar to
each mode of practice and embodiment shall not be described

The effects shall be described in an easily understandable
and persuasive manner, since the description of the effects
is directly related to the judgement of nonobviousness and
the allowability of ·the application.

The results obtained by solving the technical subject of
of the invention shall be specifically described in an
objectively comprehensible manner.

The grounds for the numerical restriction, if included in
a claim, shall be stated.

The specification shall contain the modes of practice
and embOdiments as many as possible to cover the whole
scope of the invention and particularly those which are
considered to exhibit good effects by taking into account
the breadth of conception of the invention and the possible
combinations of the elements. The importan~e should be
attached to the embodying and modifying of the gist of the
.invention.

The description of each mode of practice and embodiment
shall contain the effects peculiar to the same. Then, even
if part of the claims are rejected for lack of novelty or
for the presence of a prior application, such claims are
likely to be allowed with the result that the broad scope
of claim can be obtained.
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',,' In the:' case ihi 'the<'inventioh:.<relatirig: to an electrical
circui~ ,~hic? is. _.ill~is.t.J;a't:ed::b1a"'bloCkdiagram, the
'aisclosureof' the! invention; is ,:~egarded as insilffi~cient,

~l;e,ss~~e :appar-atrus or- c:i~dfii.t':'ha."ing ,t~e-:'function of __ such
bl<?~:~'. :~_~:)~r0"T'.:" Ir:the~_-.bl0.pk 'i:~~J:ude~a:hover-: .constriJct'i~~:~'
,~1.1:ch.:~'~~,~,::'~p~:s.i:rUction"Sh-al1: he "'iIlus1:rated by a :spedif-ic;
·-ci.rS~:~'~-/dta~r,~'~

":', -,-) ~,,'~,he·.-~~vehti6~;<:r~lCl-t.~:~":to:~so'ft~.ar~;.,.~::t is required to
'disclbse '-'the ,p~o,;;r'r,am'-l:is;:t,~_.',--Iri-;t:~is:',case;.::t:he floW chart alone
if it is disci6sed 'to'.the'-'exte-nt-,that'·'any,:-j;ierson skilled in

';~li.e,,~'-~r\.':caii:-~ea-~i,~Y':.~?~~lat:.e,,",the,,':'.Programy'willbe";,suff-icient.
-~,~:''-is::4.e~,~rcible;'-tliCit::'CiS :~~~i-;1Uodifi~ations and: substitutions

~-'f: '~~~'~_ibl:~'.'o:'~, ':~he i~~entioI1';.s~al'~ :be ,d~'sc~'ibed to enrich the
";de'~criptio'h of"the" invention~ _-The:'ex'amples applied to other
uses. shall also be' "descri-be'd.':'.c '

construction
and Effe:ct~

bfinv~ntion

!(cont'd~
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EXHIBIT III-3

PROPOSED PATTERN OF SPECIFICATION (Chemical Field)

patteth'6f'Specification
. -----+I---e;=-:;; ."".;.;;::

I I . . ....__.._ ..- -.. __---.J
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EXHIBIT 111-3

Points of the Description

a. It is usual 'to describe the brief technical content of the invention
at the beginning of the specification. This shall give more detailed ex
planation than "title of invention" so that the characteristics of the
invention will be apparent to some extent.

b. sc, The problems. Jwhi,C'h -,1:11eA:r1YE7ni:.:.iRl1},.i;!3" iri¥~,rid)~d-::to solve and the ob-
jects of the invention in industrial utilization shall be ;described .Ln,
relation to the prior art to, qe_~'~~l~:'t:l1e,:l?r~l1c,ip(;l}"object of the invention.

In the case of a pioneer invention without ~y prior art and if so
mentioned, the description of the industrial utilization of the invention
alone shall be sufficient.

If the invention is an improved method, what is improved over the
prior art shall be definitely stated.

In the case of a chemically similar method to known methods, since
~the characteristics of the resultant,product are the most: important, it is
'necessary to describe in detail. what .are the specific characteristics of
the novel chemical compound obtained by the invention as Gompared with the
known chemical compound having similar structure.

d. The technical means devised to attain the object of the invention,
i.e., the technical subject"'iI'l.',:;industryj:,Which""the invention is intended to
solve shall be described specifically to define the construction of the
invention.

If the invention is gen~rai;boriceptIoiior~I"jt:a"~cc)iiipre':'

hensive manner (for example, as shown in Markush type), operation means
common to the whole of the invention shall be generally described at first,
followed by the' descrdpt.Ion- :bf<tne';;sp'ecific:, .cases ,

The construction of the invention shall be specifically described
with the mention of reagents, reaction conditions, solvents, catalysts,
etc., to the extent that any person skilled in the art can easily carry

:,P1JJ;:,..~1l~.j,.Il,YeD:ti,911 ,!, ,",'" ,:r:g ,J:.l1,e .,i Ily,eI1J j,.q:rl: .. q f' ..Ile.",_ lIse,(>1", ~'~~h~ "c::()1!':p<?,sJ~~?I'1 ,?~
'a pr~d~ct, th'e proportion 'o'f' e~ch "component, the kind and quantity o'f" ad::"
ditives,etc. should be described in many examples with 'definite values

'or .numerals, 'if necessary, because they are often varied in actual use to
;meet the object.

If ,the particular chemical compound is used as the starting material
of the invention, the method of its manufacture and its physical properties
(fixing means) shall be described in detail.

f o Next; it is necessary to descrabe cthe invention by giviri'g'k:>p:i'lirhlity

'produce the invention (follow the experiments). The
to give best results shall be stated as manyyas posedbj.ewfth specific values,
if necessary.

L- ~_.--~.~---
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Although the effect of the invention may"'.:'be,:.idescribed"together with
the descriptioI1<.of:"the (jbj.ec:t,:0I:" :,the :.c,on~t:,~u,.9~i(),l).,o.f..:.tl1~: :iIlve,~~iQn, ,1 t i~
preferable to describ~ t:11~;:,~~~~9t,"9f 'r:~~ ,;iI1Ver!'ti:~n:c,.~.e~~f~,~~,ty,~:#,~'6'ause it!
important for evaluation of the invention. ,,- - --",.. - '

g. After ~h:~::~etailed descrip't'{'on o~__ :~,~~::_?;~'~~f::i~.b~i,~W.'.O~::tJ{~ _invention,
. the _sp~cii::i:.c"i:lqYCln!:a9~!,>,,,:r;~.s_1J~,!:~!1g,.. f.~.()J:Il."t~.E:!,\'~ve:~~.~,c)~,,~.~~~l ,b,~ ';dt.:;scribed as
the e~.~,E!C~.~f the inventj,oI1 :~n a -forni.'as concrete' as- possible: -'

The specific advantciges·::arEt"meaht;'by~"'t:he'Teffects.iwhi'ch:have not b~en
" .obtained' by"'the'pr:i:dr"art'un:t'il' theo---invention"'has'·been-'made. ·,The,..content-

of the specific advantages depends on that of :tlle.."in:vention~.F()r e,x:~ple,
in the invention of an improvem~nt, the i~prqv~d'p~i~tsJwhi~~:k~~ult-fro~
the ,~;f,~~~~I1ces,,:ill, c9.n.s~71.1ct,~()11,bt=~~een_~he, invel1tion and ~he 'prior art arei
rega~ded:a'S:',the':,sPl3Cific::..~~vanta~~.s':' .:., ..In:;.:~h~",: ..,iI!:v'el1~'i'orp'Of-~:,.ii::.~hem.~:c~,~ probesd
similar to the known process;;:::the:':,.sp:ecific.,,:prop-~t::t:i~~::::_9~~i;~:~,::"'P2y~$i,__~§~mica~ <

compound, i.e., the properties not obtainable in the chemical compound o~

the pr-do.r. ar-t .are, ..r-eqardedc.as .speci fic".adv:an:t,ag,e~,."

I Points ,of'the inescriptic:>n- .tGo_IltLdJ-

. r~i,'",,,,,, -~In-=~hemic~l cases,' the, errIDOd~~~~~S in.'t'he '~p~:c_~,Aic:~-ti:on""~1:_e i~pOrtant
;""~'="'~+8---'"!-TnoT-'onIy-as--'tne--teacrf:rngs~-TfCC~~rY~~:rr(~r__fI1r~-~t~,:e~·-~~Yf~·t't()n"";-~~~ii~i1fistr--a-Mhe: r"·--"·,~-~++--· ·-c....;.;,. .;·_;~_·"

). materials in Examiner I, 5' recogniz1.ng:,the', 'effe'ct~'-';;f, ,the'inv'ent'lo~'"during"'"ex-"~; .
. ~~P?lt;~on.", Th:,r~,f()r~_',a, gre,at ,ca~e_shall ',Ire" tiaken' d.f; the_'d:~s.G:dRtiq~:of !the:.:
erribodiments~' I'£'the--inverl'fion 'of: 'a',chemical<:process- ',_simi'lar~ ro'<tbe known
process is exclusively characterized: by":bbtatning,'a novedi.chemhceI product ~

the features of the claimed chemical product s~all be definitely described.
''-'',}'. ",',',' -:,"\"',' ,::, :! ':. ,:!,>.':O" ..1,-,

If the specd fdcxadvantiaqee of the invention are those in quality, it
is sufficient to show the dd s'tLnct.Lye '.~a.~i~y of the invention. However,
if the specific 'advantages az-e rt.hoee In"quantity or degr~e,,:__i,t Js/necessary
to describe on the bas~~"of",~::"ompar.i:l.tive,test data in a sU-fficie~tiy con
vincing manner the following'-, matitiexsr ".(.1) the differences lie beyond 'tbev-,,... ..:"",,' -'''''-''' ' '"" '''----''.', -<. \ ,<"

r'anqe of" all. :exper~nien:~;t_-errdr' a I1,¢l." .( 2 t tihe differences are .: .,:'\''':.:'\'\\''
unexpected..~~"th~""C(fSe".""here:the inveIl:t±on is expressed as g.~ner~l;~r\,'q'qin~
~~:~,1;l,~,n?,i;J:~; cori¢~p~idn,or >'~a~kyish type ;~--cp~~,:ring a variety of ca.~,es, th~'''':- ,,'
speci:lic~·adva)lta:gl3's .of ev~r-y' c~se.shallb.e.,c;lefinitelydescribed. ,:~.<~~pecia~lY
an ~h~ ..case pf a:~Che~i'ca.~:P'roc~~:s ~imil~r:.t.o-;,.'the,. known proqess, fh,I,.whicp the
physical prop.e~ti~!,>,_of_,,:t?~~)inventi.9!L.,signlfi'Cantly affect tl1~,cju4g~~ntof
nonobvfousness ,".,iit>is. neceaaar'y to describe the specific prope,rties' of.every
substance ob~ain~d:,by'that p'roceas-s-s. .

-------------- -
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EXHIBIT 111-4

"

Eifect'.'6f' ±rivehtiSil
'."oes'di-iiiti6it'6'f'?·effebt :0£ eInbodl.ment'

c-'-, .";,-,,. , , ,.- ,.., ,., ';

The invention will be described in detail ;~itlt;~;ierenc~"":t6 tile'
embodiment,:·herein,'·be low'.

;'Pe~gfipt.ibri:':·o:f'th€i'Em8ddimerit'(usuaLl.y-one embodiment)
Des6ript:l.oft:bf cons'truCti6ri of' erribodi'merit

xl + -i + zl

.jDescription>of:; 9P~;r?ltiqn q;E";l;,mbodiment

I ".. :r~;c:~~j/c·~f"~'~'~\di"""': :<::
"-"Jh,e,.1?~e'sent:- ip,ven,tion 'rEUate's- to'';''''';';''

ir>escriptioh oj~ Prior, Art
The prior: ,art ';'is,br}..e:fly deac.rdbediand

'out ;:w'ithout'·-:a'deep"an_a:1y_sis,,:th~,r~9.:E.

Obj'ec-t .d~ :-i~'.i'E~h£i6h\
~:t;i~ til,~; :~bJe"c~ ;,o:~ tll~;~nvent.ion

;in the priA~ ~~,,·c;l_~i?a~atu;s,.

Scope of 'disclosure in
Specification as shown in
EXHIBIT m-4

'\--j......-x + C + Z

Scope of disclosure in Specification
as shown in EXHIBIT m-l--- 3
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EXHIBIT IV

The specification shall contain
- a written description of the: invention
- the manner and process of making and ",1lS~nc;;J .it
- the best mode ' ",

in such full, clear, conci~~", :~~,:"e_"79-c~,__b~~ as to enable ,any person
skilled in the art "to make :"~~:':,~~~~t~J:ie,:sarn~~~' ' - -

Patent Law

r:

C6de"of" Fedral'i Re(jula'ti6ris'"

71 Detailed description and spe?!~~~~~~o~ ~~: tp~ ~nye~t~?n
(a) description of invent.1on~"'discOvEn:y,.- manner" ':and precess "of:' making

and using it
(b) specific embodiment,0£'hdetch'f op£1-a'tIdif~:::prIEc'rple
(c) specific improvement

72 Title
(a)
(bl

and abstract
title of the inven'ti6h'-i.';;
brief abstract,9f"~hetephn~ca~discl~~ure

73 Summary of the invention
nature r substance, sta-tMri~'fiti'bi :bilj'ti;bi;

75·· . Claim(s)

77 Arrangement of application
(a) title of the invention
(b) abstract of the disclosure
(c) cross-references to related applications
(d) brief summary of the invention
(e) brief description of the several views of drawing
(f) detailed description
(g) claim or olaims
(h) signature

74 Reference to Drawings

78 cross-references to other applications

79 Reservation clauses not permitted
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608.0l(d)
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EXHIBIT V

Points at Issue & Court Decisions

i,! (CCFA': 1:967)

(F.O.Bd.App. 1973)

(CCPA':1960)'.'·Y:

(CCFA 1970)

}~rq.~~<'I,. Agg,,;,N6 8)

(F.O.Bd.lnf. 1968)

'(1': O,.Bd,·App'. ,elm9 6 6 )

(F.O.Bd.App. 1964)

Description ReqUirement in inter"fe:rence.:)""{X

Fields' V: i.coaove r: 170'" USFQ' 276 (CCFA1971) c),

Inabili ty to b.roade n the' Scope: of:'Inv.en.tiolY

In r'e Srnith,'" 178': USFQ: '620 (CCF"'19.73)·

In re ,:Srnythe"178 ,USFQ: .:'279 (CCFA 1973):.

I~<;lp~lity to I1arrQW th~: ;',~q6p~i::· ..:'Of:: Inv~ntlbW,;,-·n
\-~ '. :", '," , ' ;

In re Ruschetta 118 ... UE;FQ 101.. (C,CFA 19,5?)

'Ihre:Srnitli : 17,3 USFQ, 679 (CCFA 1972)

In ze Lukach...: 169':. USFQ 795' :'(CCF1\': '1931')

2) :DisclosulOe,ofrnetliod for:.'using'

"In' lOe.·Schrnidt·153 USFQ ·,640

Ex: piirte' H:'g',:,rriiih 174 . USFQ' 747

In re Jqlmson'" '12'7uSFO "216'
In. "e, GardneF .166:.:. USFQ. 138

Ex parte FlOoctolO 158 . USFQ.. 677
-".""- n':'{((" --", ';., r '"

Far!>'er, V .,.'Biel" 159 USFQ' 613

Ex parte SchwalOze 151 USFQ, :426

H~fFv.W"tt".t~in:' 1400SFQ' 190

Enablement Requirement
:'".::,.', ,.",(:':',:':! D·::,':::!':"

(1) Disclosureokrnethod for .manufiac t uri.nq

If~ "'-''''De'S"Crip'ti;o'n''Re'~~+7-e~~'~,t

!"(-l}'""InSuf-fi ciency'~~-:~-f,:."a~~~·;iP:ti,p~, 0r:':"+-'~Y7n~,':~()?;1 '

'+"ci~---'_ccc_-~I-~--I.n"'lOe....Ruahi.q.._ .._ ... _15L..USFQ J.}.a~~(f;:cgb.:lii;jj_ ••_.c_LL . ._.
In lOeAhlbrec;ht168.. USFQ 293,

c'(CCFA
19}1) e'·

, ", ,,,,",,-- .. ",---" --,--.

In lOe Barker 194 ,USFQ. 470 (CCFA 19.77)

In re Cook 169 .. USFQ. 298 (CCFA 1971),

In re Ga r dne r 177 .USFC! 396 (CCF1'\ l~}3J

Ca-r;ter ~:<.w.al.la,c:e/r :Inc .:>V:~; nara,s - Edwards

FhamacaL COlOP,'
II{" :~,~j- Di:e'dti:bh:',

Lafon V
\. ', 'c:' ,J.

In re Hitchings

··InlOe.. FolkelOs .

In re Ghiron

Ex parte Gottzein

173 USFQ, .65.

13'13'; USPQ 128

T4i'USPQ442
"U' , '" "

144 USFQ 637

·145· USFQ· 390·

169 USFQ 723

168 USFQ 176

(E .D.N.?U' 197m2:)

(CCFA 1963)

.(P'fo';Bd:lnt';'1964)

(CCFA 1965)

(CCFA1965.)......

(CCFA 1971)

(F.O.Bd.App. 1971)
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(U.S.Ct;Cls, 1972)

(CCPA1973)

18 (CCPA 1970)

597 (CCPA1971)

.d~~d6k'
, ,co,

(Cel'A 1973)In re 177 USPQ 264

In re \'~bbi1:~' 166 USPQ 55 2 (CCPA 1970 )

In re Marobbhl 169 "USPQ 367 (CCPA 1967 )
.' ;3

169 USPQ ):971)In re Fouche
.

429 (CCl'A

Ansul Company..- y. Un:i,roy,a,.:i",:Inc
, 169 USPQ 759 (2IldCir; 'i971)

ca1d\.i~11 v:.J:he uri:i.ted?st~te~ '
159"''USPQ'

In refBr'mds'tadter··r 179',USPQ.

Points- at Issue s Court D~8'ision~'

Best Mode Requirement·

In reGay 135< USPQ, 311'{CCPA,n962)rCo

. In·re Brebner ,173· ·,USPQ ,. 169 (CCPA197 2)

Carter - Wallace Inc. V. Rivert8ri':"L~b§;~ Inc.
ff,T6d,;'rUSl?Q) 656 (2nd Cir. '1970)'

,'Mons?il.rtoJ;V,.C) R6hrn &- '::, Has s '~lCd •
174. liSPQ ,129 (:3J;g Si,J;. 197 2) ,

International Nickel Co. Inc V. United States
175 >USPQ'r 20 9 f (cU. S';Ct;C1s; 19 72)

Sy1gabrStee1Yahd Wite Cdrp. v ; , Imoco -fGateWayCorp.
178 " USPQ 22 \r.,p"IP ..,1973.),

Indian" Ge.Il.era1 coxp , Ve• Kry~.tinel Corp, •. , r
·····161·USPQ 82 (S.D.N.Y.!

Hi4 r
uSPQ 321 (2nd'2i~:i9'7b

Bewg~~ahs)Ltd.V.R.k:I i1rci~ compailY
13S "USPQ' 11 (E·'.Di.·Pa, '196'2)'

187 USPQ"693,(r3rd' cdr, 'l,96r3r)'

'Dale Electric.' Inc. V.IR.C.L.Electronics?Inc.
180 USPQ 225 (lst,~,i.r,'fl,9.73)

Enab1emE!ntRequi.re~e~t. (Cant'd) ,

(3) Exteht6£ En£f>lement

(4) Any person'ski1r1ed' d.n the> art.

In re 'Fisherr 166',?USPQ

In re' Miller' ' 169 USPQ
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Sp,eaker: ,D,Onalq H., Sell
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c::Q~ITTE:E NO.1
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IN ,ITS RESOLUTION,. " ... _... ;) ~

, r
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Noy,~" J 9,M

,)RECEIVEr)' ",

0'::1::, 1981
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,tnA,9,ff~ihe lJ~i'te~StatGs Patent and Trademark Office

(PTO) adopted a series of rule changes designed, hopefully, to

"improve the quality and re1iabi1it'Y":dfh!iG~d U.S. patents.

These rule changes and the Patent Office procedures for coping

with the changes are set forth in Chapter 2000, "Duty of

Di sc1 osure; St r i ki ng of Appli'catio:ns" f"th~M£:ri:Ja1 of Patent

Examining Procedure (MPEP) ,:"thed,at,e,st~,~v,is"iPn ,;of which is

January 1981.

Foremost among thes"~ Jl1an'~~s' .;Iere'. spell ing out of

prior art disclosure requirements and the duty of candor with

respect thereto of applicants and their attorneys, 37 CFR §1.56,

and the so-called Dann Amendments comprising (1) a change in the

reissue rule, specifically the addition of part (4) to 37 CFR

§1.175(a),to allow a patentee aware of prior art or other informa-

tion relevant to patentability not previously considered by the

Patent Office, but "which might cause the examiner to deem the

tially inoperative or in alid 'l to

'bring such information before the examiner, by fi1 ing a reissue
; ) .'--, ,', .:,: e:.: s: r' i' - ,

appl ication unchanged from the original patent to have the examiner

determine the significance of 'th'e"ne',), !pri'6r art and permi t the

applicant to amend the patent '~Y;re'i;!isu'Ei':if necessary, and (2) a

change in 37 CFR §l.291 to allow the Patent Office examiner to

consider protests by the public against pending applications.

The 37 CFR §1.175(a)(4) reissue rule change added a new

dimen~,jpWtO reissue practice by permitting a patentee to file



for r e i ss.ue wHhout change,',froriJ the patent as q r an t edstoob ri nq

unci ted pri:oroartotoothe.attention,;ofothlsexamIQlr; Thds ruie.

change goes beyond the llteralo'languagl,of,thl"relssue.'staotute:"

35 USC §251,wnl,ch pe rm'i t svre i ssue on l y.: Of paz entss ~!deemed

y

s pe c I f I cat I on 0 rd rawl hg', 0 r by" r eas on> of th e" pa temteeO c'];1r,1 m.t.n ~V

more or less than he had a right to claim In the patent.",

The change'waS'rieverthelessn:ons,idere,d:Oa deosclrabJ,e', ch.an qe: to

allow pateriHes"facld wi th' unc,ltedj :pe:rtclhe:ht',;p:rior ca'rt'c ,,i:n, (!

In f rl ngemeh to, a ct IOn:s to heave:, t,h e plrt I Den-C:y0 fC .s uch. cart 'c on-

s I de re d by:' t he ~ 'PTO' ih' 'othe::)fj rst ;1nstance,Lrathl'r,,;:t'h'a D: cby :the

c au rt s Gan di: ' t'h'e:re-by:;, st-re ngithen:j;the, p aJen':t .';; An> ,;:rr'iev i.~t;·a-:b:1:,e' s'.i:::de'i;·

an d ho w ,I.' de ce pot ii ve inteo t _II : c-a it ;: be'; r-e C'O,9 n-ized itllr: -ascc;.e,~r;~t~,a ;;,0::;;0:9"

whethe r, "fraud" ha 5', been!' comrii I tte d. L ccmmen.d ,th,,; s,,,chapter,

ef fe c t of th i:so th'angl, was 'tnl '1':1 g:ht,;'o'f: an" 'a c'cu se:d'infrl:nger: to

pro te 5 t 'the: grari t,i og "of ':th:e, :r'"e',i,s's ue 'b,a,1 d,;'oo' 'such' 'p:rior:'ar:t;j

thus, charges of "Fraud on the Patent Office" levelle,d,oaglal:n,s't:~""H',q

patentees bY' 'a"ccused' Ahfr'i:ngerC fn, iiWff):nge'riienti'a'ctl,on's for the

paten tee' ,s"faJlure'ltoCearJ Jet'c:j'te:'.su'ch t'Pltd'b,t'Larl:'Q.ou:)j1 now

be c,on's:ji'd'e'redf" by' -pe iftl onlof',' tne'aQ.cus'e<J,II hfringe r;' I n Ithe CJ

rei s s uepro'ceed iiig'sbefo:re 'ihl ..pa ten't ,'Offiice :

iTO' as"siSlt't'he'ex'ariiiri In9"',,0 r ps<iri 'ha hd1I og a'h td c.i PHe d

fraud a <5cusat'1 ons I'n reiss'ue "proceedl rigs:; much' o f cChapt.e r. 200~O

is devot'e'dStd"a"diSGussidri of the case,'law;the'PTOi,exantiner's

are to cons:i'der;::iri determining Wha-t;:constj:tute'S!-<;~lc:Jea:r': arrd»

con vinc i rig i~ e Vtden ce" i n the ere te rmi natjo'm: of,-! __whia-,t~" i.s: ?'rtJ a"t-elrJ-aJic':':;
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to the reader:' assi tic i s we 11 done and informati,v'e,'buLcaut,toll

the re'ader to' satisfy hims e l f:wi th respect to the va li.d t.ty

of the"PJOinterpret'attons of the' case law,

Fo.uryears' have pa s s e drs tn ce the PTO,tu.lecha·nge'S

wer evma de a'ndevents whi c hco ce ur r e d ini1981:,haye brought:.tnto

que s t.ton the futu.rerco ntt n uan ceo of '.' th e ch ang e d : re iss ue

procedures.

In: 'Oe.cembe:r,1980,Congre:ss, passed, Public law,.g6-~,l7:i

amending TH"]e:·J50f:the;,Un:Hed'.:St:a·tes:,Cod.e.,by :the addition:

the re to of,!, chap te.r.'30' e- pir';o,r, Art:, C>itatj ens ito OHi ce an d

Ree xam in attnnrc f ·pa..tentsi':compr';s';ng35" USC:. S53.01 -:30:7 . This

Act, whtch' became 'effiect'ive :July·"]" 1981,:a:1:1.ows any.,pe:r.son:::to

reque st ree.xa.m'i'na't t.on: ,.of: :an.y: p'aten t, jon ,t·he .ba.sts ,.of:. a ny' pr i or
art tha t .person 'be ltev,e s :to:ch.ave •.abe:a·ri n9 .on: ·an.y. , c:1 .a';m: of::.a

part i cu La.r ·pate.n,t,,: j .'1

.,I:n June •1981>"the:.,Court o.f Appea+'Sfo r. :thg :Fei r.s,t H

Ci rcu i t ,:'ii'n Digi:ta l:Eq utpmen t ·.Corp'ora.t ion 'v.,·Otam on.d, 'e,t.·a 1"
.........................::

·210 USPQ .521, overturned In·.re.5toc,kebr,and,,: l:g",7.:USPQ: 8,S:ZnP:;9:7}..J:,:

which was a decision of:the,.patenLand:Trad.emax:kO.Hi,ce".(P1PL

striking the;Di9ita1 Equipment Corp •.-owngd .:Sto.ckebr;a,n(j. appl ica

tion fb'rre';.ssuc;on the ground:offraud·:onth.e P.atcnt.Of.ftc,e

in the pr.o,curement:ofthe:paten.taf,ter,protest,qy gn"ac;cus.e,9

infring.r. Whj:1e:the::St~ckebrand:rei~sueaPP1ication:.wa~"fi1ed

in February:T975' and·.the:p.rotest was. filed in December.1975.,

both eVe'n·ts: ()C'cur:rin'g p'rior"to.·,the·.:1977:rule: changes.; j'n t t s.

ruling to"Strtkethe 'appH'cation,the Patent· Office f ollowe d. .'
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searching, reading. and. wri t i.ng.ta pesys temeo yered"byDE.C'
",- ._,_ ~. ..:- _.__ '. .' 'c.' ", -c;. ,. :,:'; "'_ : ".'0 .':.", :..,; '_~' ';-, ;,.. : .", ,_ ,_" ';:" '.J ;,'- , .' : .. ,'- , .' , ,',: ,_,. ,." .'.' :

b\c1i rectional

Stockebrand.p~tent, issued June.4 s-. )9.6.8., On,.Ju)y 2,J914,CO.L

fi 1ed a de.cler atory jUclgment .. ~.e~jon",oJ"i nVeill idjty, and,n,on-, ..'- .' .' .' ".".,<. .' .' -:" '.' """',.'.' " .. ,.. 0,' ,~.

infrin,gement of ,th.e Sto,ckebrand.,pa.tent and raise.d .i.s.sue s

re 1at ~ 0,9", to::p.p s stb Te pr,Jpr: lart. "a,n:d: ,;~~pn .s.a 'l.e" ",b,ar"s to, .t.h e

paten,ta,biLj~y'ofthe Stocke.brand ,tap~ sx"s,t~!".DE.c .co.unt.e.e-

c1a i med. fPT, ,pa ten t.infri,nQemen,t.

To bol.ster Us pos,it.ipn.tn .t he ,jnfri.Qg~,m,~~.t.>a~Hon!

on February.3, J,gz~ ,D.EC .filedan a,pp1, t.ca t i 0," fo r ,. r~,!.s s,u~,.o t
the Sto.ckebr,and .p,a.tent, pursuant,to 35. ,US~§25J, seenQQ "bo~h to

amend sq!"ecla.ims ,,!.~jch ':.!"jghtr, be.~ubj,ecF to a<;qnstru~tion

wh i c h vcnve.r s mor.e thanappli,canLis S1}i!"iQg s his inyen,~ion"

and to,c1i.sclo~e"to,.,~he patent Off tee Qfor!"at,jqQ 17~la,tingt,qAI)~.,.

"on sale"barplea~eclby COl in,ict~ deelar~toryjudQm.~nt,~",.i.t.

On December 15, 1975 COl filed a petition to strike the reissOe.

ap pl t cat i onron ~I),!, Qrq~nd o.ffr~ud on t he P~tent Offie.e. under

the PatentOffiqe,Rule 56~h~Q ineffeqt.

Comp ut e r OPer~tion,~, •..Inc,(CO!') of marketin9

striking a reissue application on the grounds of fraud."

The Stockebrand reissue proceedings had thei g.e.Qes

in the year 1973 when Digital Equipment. Corporation .(DEC) .accused
.' "''':''''''-'- .'-.--:./;:, "::.":'.:- ,',,': ',.' .:,., :.,.... , ,:.": ,.'; -'.',,- .:- ':'-':';-.'.' "",-', :'.'-'.-- "',';-'-,",'.' :-, ...,

the 1977.reiss.ue procedures in it s de c i s t on ~triJin,g t he

appl ication on the grounclsof fr~ud,on th~ .Pat en t. Office,. The

8NA, in its report of the First Circuit's de c i s io n overturning'," .. -, ','.' .. ,", ." .-", ',' "-,.,,, ".. ,,,:',' '.. '.-...., :.._c·'> _.:<" ;'.' '''-,_,'' "'-':_"·C-"-',

In re Stockebrand [Pg Journal,.6/18/8l (NO. :;34) Acl.J

-123-



Thics11~k~b~~h~ a~pl'2a£f6ri fCl~ ~aterit Qas filid Cln

November 9, 1964 and, whi1e;St~~kebrarid"ias in t6u2H wfth patll1t

.: ,';':. .:',.,; p : ,': ;i c',:: ;',C:', ? (", C : i, _., c, ;.:' :, ,;" ,:' >- ;. .:' ': .';, --; t, y; :;dev1 ceS1 ncorporat 1 ngthe Stockeb randta pesys tem'the re 1 n,

the 1easea'greert,en tan'dthethiee"ordeh'ipecWi e'ddellvhy
dates of thEi'St'dckeb'ia'nd' tape 'sYste'rt,s" 'befW'e e11' J'ulY3,"l 963"'a'n'd'

November 1,1963.' 'Wo,fe dfthe'del'i'v'ery 'date's 'was' '~e'tand'; whi 1e

del i very h'ad 'b'ee" .'m'a'detd"the Kle'Data'c:h'rp'.dftheStocke b'ra'iltf

tape system prior to November 1963 ,"OEC"'mert,'o'r'ah'da' 'of! 'iJ'anUa'ry 25

and 2B,'l'964'sl1owc'd 't.'Ii.'t .'dei'i~er'i'ei"we'Ncs'ti1'1' oVc'rd'u'e' dh' the
'" """',""','" """ ,

'other three orders. The'fir'sto'f t"he'thre'e 'del i'veNes ap'pear's'

toh.Sc Clccurrcd (in Fcbrcia';yU14 , f'964.Furfhc'r','th'c 'OV'id'cin'ca

showed that with hispecttd tliepre'C'NClV'ember '196'3 St'ockebrand

tape ~ysteili 'dd1 i~ery to K.ie Data, th"f'syi't.'emsu'ffe'i'e'd v'ar-foll's

bre'ilkdoVIl\s"al1dCSt"ckebrafid(o$pent>~Jch df 'hi's" ti'nie"frO'm Nd'vembe'r

1963 thr:'ough0"riua;'y 964Wol'kfngon £hejsys£eni~'t fee Data's

plant.

Thg",ev i deri c~ .:: ~e i' ~ fin 9 to the;; 11 0 it :::saf'e';!' ::;6 ar ';i'nc:l'u'de d

advertis~menEClfCthe St()ck~bral1d'dp~ system put o'u t lJy

DEC lJetwe~nMa;'th i!l63al1d May 1963, n()l1e6f'Jl1i2h apparently

discl'os~~'~he ~Yi'tem ~11 sci+}ib4eht det~fl'tCl cdh~~

pub l i c use bar al1d all Clf which Were apparently'put'ouCbefdre

the system ha~ bieh 2'ompie'te'iy de~elClped. the ~idel1ce also

showed' th'a'F on May 15, 1963", 'DECentereai nt o ah agreemel1t to

leAecClrt,'putW equiprt,enFtCl, Ki'e"Dha Corp., the'equip~gntto

include t'he'StClcke'b'r'an'd 't'apeiYs'tem'; ah'd that'lJetweel1 0""e1963

an d Aug us't'196 3''DE{a'c<:ep te'dthree'''Cl'th'e'r'Cl Hre r'i' fa f" DEc" tape'
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counsel as early as February 1%4; patent counsel was never

informed of the del ivery of the system to Kie Data.or b.f...the:

other orders for the Stotkebfand.tapeosystems hotedohereinbefrire.

; nthe Stockebrand

the patent application; however, there is

whether the reference in the patent application as filed was

complete enough. In any event, in filing the reissue applica

tion DEC proposed amendments to two of the claims to more

precisely differentiate the~ from the prior

from which.~he Stockebrand system

The foregoing were the facts on which the Patent

Office based its decision of April 4, 1978 to strike the appli

cation from the files, affirming COl's c~ntentio~ that DEC

committed fraud on the

Patent Office of the "on'~a1e"

adequate1 describe. in the .body thereof t he p~ior

system from whi ch the Stodebrand si'st~m evo1v.ed.

Following this 197,8 decision. DEC sued the Commissioner

of Patents to set aside H,e Patent and Trademark Office decision

under 5 USC §706(21, which empowers the U.S. district court to

review agovernme~t.agency ruling to correct errors therein. The

district court, in Digital Equigment Corporation v. Parker,

Commissioner of Patents and Trademarks et a1 v. Computer.

Operations, Inc. ,206 USPQ 428 (D.C. D,Mass., April 2, 1980

upheld the Patent Office Stockebrand decision and the a?pea1

to the First Circuit Court of Appeals followed.
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In overtu~ning thenPTO decision thenfirst Circuit

Court pointe~ly noted:

"We fully recognize the limited2scope
of judicial review of agency action under
5 USC §706(2)(A); which provides for'setting
aside agency actions,. findings and conclusions
only~1f they'{are~:arbitrary~ capricious~ an
abuse of discretion or otherwise not in
accor-dance with law', (DigitaLEguipmentv,
Diamond, 210 USPQ 521 at 537)

and then voices its conviction that the PTO decision "was not

based on an examination of the relevant factors ... " and that

"the finding of fraud on the grounds advanced by thePTO

1964 than thatreduction to practice no earlier

the system was lion sale" at an earlier time. il'cufpa{{t)1I a~'~j

lima te r i alityi":we te' ·th-u~ :-n-bi ;-i,ho·~-ri'-'-'i,:-g ..·-tN~,,,o~p.{k{6ri 0 f. th e co urt .

As to the prior a r t problem occasioned by 'Sto'~kebrancl"s

failure to completely characterize the predecessor tape inhis

Digital Eguipment v. Diamond, supra, at 537. Essentially, the

court found with respect to the "on sale" bar t'h~t the PTO

"c on s t s t en t l y shied away from mak:ing any conc~'ret:e:':'findings

concerning the significance the w'ith'held in'rarmat on would have

had to an examiner's consideration and a ~lowance of t:hc ~{t:OCkCb"~·'cl.n:J

claims." (Digital' EqUi'pment v.Di'amond, supra, a<S31l).

Indeed, ,'. the fagL£ha£~to~kebraridwassti{lwo

the system leased to lii'e D~ta consisten't'IY operable as ate as

the end of January 1964 and that the' first del ivery of a Stocke

brand system to any of theoth;r three first ordiring the system

did nat occur until February 14, 1964 is more consistent with a

amounts to I clear e rro r ' and lacks a rational bas t s ?,

-126-



patent, th,ecourtpointed out thatthe PTO failed to, d i ne.ctl y

con f r ont Stockeb~and's a,ssertion,t~attheel.eme.ntsof t he

prePecessortap.e )'IO,uld affe~,tthe P~.te,ntabiljt)'.,o.f hi s cla jms

has to be a disappointment.tgth e PTO, But, it ,will no t , in

my optn i on , have any long term .effect onthe PTO's.well

intentionedandcarefully cr:~fted, det,iled pro~ed~re~ fpr:

handl ing protestStp ~,tri~epen~in~ appljc a t to n fo fr~Ucl. on

the PTQ, w~ether,the prptest ~ri~es.under 37 CFR %1.)7~;,J(4) or

otherwi~e and whet~er t~e fraud involyes,failure,tP,cjte prigr

art,knpwn tP,t~e ~ppli~~nt, pu~)~c,~se,or"Pn Ja)e:_~!rJ,

false affidavits or.frau~ulentl)' named inventors, 3& USC §251

requires.t~e PTO to en qu i r-e intP accusatipns Of fraud pre,~e"nted

against ~ny pendin~ reissue.appli.~.ation,regN.dle,~s,of,how.the

fraud a ro se and. th.e Di g.jt~ ] Eq'M ipment dec is; 0,.0, ) ,ay~" '9"u t },h e.,

potential p,itJaljsin,}raNd ca s e s .beJor,ethe pTO,y.,ery, welJ..

What wi,llhave a,p,roJ,undeffe~tOn 3?,CFR ,%1". 17.5,(~) (4)

is th.ep,assa.ge. Of the reexamination s.tatutewh,ich "w,e,nJ,intg

effect on July .J, 1981 .• Under. this statu t e v whi.ch,asmentioned

earlier.cOf\lpr,.ises§.§3Ql-30Yof 1i,t1e)5"any person rna)' il,e a

request f or. r,.eexam;nati.on by the. Patent and Tradema.rk Of.fi,ce
, "/ "".'; ",'" ;.... : ..' ,.,:_.... ," " "'0... ' ,_ .. _ .._',"_ '. ,', ', .... _ •... _"

of a,ny claim ina, U",S. :P,ate,n,t onthe.basis o.f rio.r r t patents

or pr i n t e d publicat.ionswhic.h.thatpersan bel t.eve s .to have, a

patent
";-;,'':;'',;-:

bearing .on the p,otentabilityofany c l a im of aparticula
.. ..... , " ".. ..,-",,: .. ; ,,' ..... ".. : "" , '.' , ... ' ','" '\,'," _,; ...• ':. ." -.:: ~.i >;,' (, ".'

thus "mater5,aljty",wa~_nots,ho.'w.n.
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con dcid 1:<; i! a'c daI'd i'irg'to:p'rocedci' rO's" eS'fa b'fi'sh'e"df'b',l' {h;'t';dj 'c'xblll'i'h'a

t t on unde r' the 'p r6\115'foris rj'f'ssl'32a'rid ''J:i3'offftl'Ei' '3S'." Nb

propg~~d::afil~ndEii1]o,;r:new 61ai'ni o'n1<>'fgi'ri'g ''the s'co'p'e''b'f' ~;'cl<ilm

newShould the examine

(35 usc \§3'o'fl. SuchperSOn~ayJbvio'Jsli b~,thk,hwn,e,r 'oft~ie

patent of which reexamirtation ;s'c1'ksiied. Thereqllk's"\: fillls't bi

in wri tirlg 'aTldmllst'be actompani'e,c1' t;§pajrn'ent of :{h'efkexafill'n'a''tf~'n

fee, the amount of which has been es'tXbli'she'd as '$1 ,5'00.'00'

(37 CFR §l';'SlO),andthe rkques'tmustinciudea'de'ta';led'k'xplana

tion of the pel'tirieTlcy andmannerot'applYinCJthecif'~dart'{o

every claim for~hich ~eeGmi'rtatia~'is',i~~ue's'€ed. c6'p{es6'{'al'{

the newly cited prior art (that whiSil ~~s'<nbt iric!'i'udecli'nth'"

exami na'tio'; B:r thk p&tent) Ulust be iii2l'llded (35 usc'Sio'i).

question ofp1tent~bni1:j ~ft'ectfTlCJ al1Y 2iaifuot"de'pa{e:ritls

raised, the cte'trirmiria'tiB'; wnliilclude &n otdef't'6f feex&fuina"ffbn

of thep~teri\:' fof. resbl'lltiB''; oif'thk CjLes''tibri.' thepWiiW;
in re::~;~h:A;;k~':-'t~6 :;dl;~ ~brd:~r:;ifbjr::t·~~~:~nlih~1itioh':":·M~Yf1,'e f::"b stiite~a~f

on the 'Wesl;i'onto'be' ',ies'o'lve'i!;'i'ri21 L'i!'il1g'arij ~filerid~leri to hi s'
patent ofa:nY 'kew'c'l:ai'fil' 6,,'i:laiin'F:h'e'rh'ay ~'ish: 1:b 'P'i-Bpbse, for"

considera'ti'arl f'ri "'tl1e'reeAm{ria''tiO'I1.I'f s'b'file'ohe' Sthe Hari the
',' '''' "" "',

pa tkritol'/n~rh~sf;l ect the'reCj'L~s tfo'r'Feehfili:ir:hi bri, the patent

owner sha'fl 'ptbni'ptly'se'rvl!'a 'c'opy"'o'{tii'sl"'e's"pons'k' ofl" th'~pe:I"s'o'ri

who hifs"l'eq'llti's ted 'r'eeXaniinatio:n an'd'th:.f' 'persbn:' may 'fil "and'

have coridiclefed in'the I'eexafilfnati'ori a:r~pi'Y ,to a'njst'atiimeirt
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of the patent'will be permitted'in a;reexamination'proceeding

under this chapter (§305),

The appeal procedures under the new reexamJnati6n<

statute ate the same as those for app eal from anycoth,ej",p'ending

and court revi,ewmarbe,sought:under';the,alreaqy,existin'~f

§§141 to d 45 .of Ti tle: 35;Whe nq the" ti me, fo-r..app ea,lhas"ex'p:i r e.d

or any appeal proceeding has beenvtermj n.at e.d. .t.he Comm t.s.s.i.one r

will issue and, publish, a c'ert:if:icatecsetting"f,or·th ,w h,act ' has, b,een

done, i.e., cancelling any claim of the patent, de t e rn.i.nat-i.on

of unpatentability of any claim, confirmation of any claim

determined to be patentable, and incorporating into the patent

any proposed amended or new claim allowed. The effect of any

amended or new claim will be the same as that specified in

§252 for reissue patents.

As is apparent, this,new reexamination statute is

far reaching in its effect. It not only renders 37 CFR 51. 175(a)(4)

unnecessary but it may well reduce the number of reissue applica

tions filed under most circumstances when filing is based on

the discovery of pertinent but unci ted prior art. Recognizing

this, the Patent, Trademark and Copyright Law Section of the

American Sar Association passed a resolution at the August 1981

meeting favoring i~ principle the abolishment of the present

reissue procedures under the revision of the Rules of Practice

in Patent Cases promulgated January 18, 1977 and a return to

-129-



the rei9sue practice as existing priort6 January 18; 1977;

the resolution specifically approving the deletion"of

37 CFR §L,,17.5:{a:){4)c.

WI)ether ; a bol ished 6 r': nota s proposed byr,the'; re s 0 lu t io n ,

I can see no real reason;foranyone':to fHeure·issue applications

under 37 CF.R §l:o L75 (,,:L{4:) andit':w'ou;ld ap pe a rvt ha trte ven if

rei ssue p'ra'ctlcels:returned':to tne. postt t onci tswa s prior to

1977, r.e,i.ssue;a,pp.liC'ations may've.ry'we;ll be).imite.d·to those

seeking. broa dene.d n-et.s'sues orcorrec tinge defects i ri the

s pe c i f i.oaitrion.
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- -Summar-y..

Japanese Utility .Modef Regietz-ation. System

"";>:.>i. (:"',-iF,·,,i"'.i-:"'-' ,
Utility model right in Japan has featur-es in that it is easy to get but less

to lose because or _di{f~:r'~I;1t, etenoard rcc- techntcat .advaneeProm-thepatent-
right and this system has been broadly used, as well as the patent system, by
Japanese 'peoplev- but ii6t:':bY·:;fcireignipep·ple':~":",,'

The Japanese utility model registration system is explained from the
viewpoint of a user of tliissystetri,' about-thesfcflowing-alx .pofnta-drncompar-tson
with the .japenese patent system and the West Germany I 5 utility model r-egi.stra-,
tion system, as taking 'account,of-'th'ekla:test,'sfatistical,.:data:'
(1) Object of prctection, (2) Technical advance, (3) Examination, (4) Term
of protection and Period df'requesVfor:;exam:inati~m;;(5:},'.Appllcatdon-Iee ,
Examination fee and Annuity and (6) Scope of protection.

Theil the following. two -pofnte-a're i su'ggeeted a's-advantageous tuse.of-the
Japanese utility model registration system: . ,

(1) .Use as aveeeet for .pzotectmg a :re1a.tiyely s,h.ox,t;-li,f,e,. tnventdonvr.
(2) Use of conversion from a patent application to an utility model

application, similar to a U .S. continuation application.
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Japanese Utility Modei'l{~g'i~t1:-a:hb'ri'sy~t~in

•

.............................
Page

2. Utility Mbd~i.,R'~gi'~~r,aJ.f9'r1,:Lawvs • Patent Law and the West

Germa~;'YJtili-i~:'M~ci~i-:R'~~strationLaw

3

1980 were 191,785 and 191,020 respectively. Within these applications, the

3

5

4

6

5.......................' .Examination

Term of Protection and Period of Raquest.Ior Examination ••

Object of Protection •••••..••••••..•••••••••••••.••••.

~~pl~cationFee, Examination Fee and Annuity •.••.•.••.••

According to the Japanese Patent Office Annual Report of 1980, the

(1 )

(2)

(3)

(4)

(5)

(6)

numbers and proportions 'of applications by fore'igners were 1,397 and 0 .7%

number of utility model applications and that of patent applications in Japan in

1 • Introduction and Baokground

3.

4.

On the other hand in West Germany adopting patent and utility model

registration system like Japan, the number of utility model applications including
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The

that, w hile"tliE{ij'tility- inbdel r-egfst.rat ion'.sys terrr.dn Japamis~,;being,::verYi P9$it;i:y~!y ':';.;

utilized "hy "Japa:nes'e;'p-eb'ple:,) it:'Uv' seldom .utflfaed by.fozeign-peopje-s. Thi,s,}ac~-·';

is' consIdered to:'be-"attri1JUtabh:~> 'to-the, facttha:t;;the,':Japanese':;ut~litY,;fIl.9JJ;el;,' ., ,,; 'i-j

registratlo-h;sy~tem> li!i.S"'hot'--beeif Hroatliy':::iiltr6duced:~tO' "foreign.countrdes,

The tilility hio'cta'].lre'gi:stratihI:v,systebi 'Wa's"irttr'oduc:e'd;:tc):':Japan", 'as takbng-. >',;,:;

account of the German utility model registration law, in 't905:·which-:,was 20";~;n

years afiJr'" the} pat'eri.t':;s'y~~tehi)was 'introduced";'This utilitY.' modef regi'st:r;ation~

system was iiH::dJdti,C'ed:.fOf: the,":pilrp9s'~::of: j:frQ,~.$9H#g:'~~~!:'AE:yentions" ,D

pa'rttcula.r-ly- riiade':bY;'Japail'-es~~"'which could ',~n6t iberprotectedby- eith¢r', the

patent system or the design syst'EHrt,>'

The \itilitY'('Inodel regiistratlo:h;:system-has ':sIrice;::then)beeIl;positively,',,,

utilized :'by' the' inaU~trfe's-'Jrbriflifne':to': tame', ·~andJhaS:"cha':nged)s(rbstantially"

from its'6'r'igfruir-$:ys'tJfu:based"O'n: th~,~,_d,~r.i:ila'-i;i:~'!-J.ti1ity'riibd~l)re'gistratioh<Iaw ::; j'-- . 1~

after several revisions. Finally, it has developed into a-untquetsyatemwhfch.u <i;-'"

provides""sti-o'ri'g'id'bte:ctidn:'fdr::a) sma.ll 'Inventdon-cal.led "device It 'analo'gouS'.:to"')'

the patent righ'Ffor;§.,-ibfg;Triverilidn-~

Tfie,~lit:ility':m()de]}~fe;gistratidrisystem"'in :'Japan·:.wiU"now ;' beexplafned

below in comparison with the Japanese patent syste'm,,"and,'the:We:sf:Germatiy,"':s:

utility model 'regi.'stratibii' 'system-l .T'hop'a' ·'this>:p:t-e;s'e:ritatlOn. 'will'a:s'sist:yo'ur

U .s . rrHemBers'whe·n~Yhii'>hdve::tcf.' decide';:~'het'lie:t: hhc'applii'cat ion::should-be ~tiled' ':(

in Japan as that for a patent-or- fo±"\ftllity "Model'::re'gislratioriT"'

subsidiary; 'applfcatfons. and -that .of-patent., applicattons In J'979:;::~'r,;t>~3,9:"f3,6 5,~p.4

55,184 respectively. Within these applications, the numbers andpropoa-ttons.,

of appli catfohs ;by fdtEHgners weren, 49-3rand ',25,~6%,for:the!'::form,er-an9:~:,~4,~3Q5j;"

and 44%, re·s~~6tivel)r.'~>;' (l-'
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2. ub.iftyMod'EbI Regtatratfon Lawvs vlPatent-Law .andweet. GermanyUtflfty

Mode.l.Regfst.ratdon Law

Th'e':utility<:model'registratiorilaw,:inJapanis quite :cp.n.s~s.~ent withthe

Patent Law in that the object to be protected is a creation of technical.Idea,

A ccordingly;"most',;ofthe principlesof,:the,:"utilitymode.l,-r,egistrat~orll~Y".are

introduced: Ia-om thepr-Incfpres-cf thepatent-Iaw.;: -In other- W9;¢s, ,,'tI:1,e ,;first-:-

file first';;;;pafenf syetemvr the.eaa-Iier- publtcatton-system-; the:~X:ilminati()A,~.y~teII1",:

the atte.r-examtnatton' pubficatdon 'system,:.;the,'oppositi()n"sy§te1l}:,~nd,thE!~ppe:::q.

system are alj-cotnmcn to' the't.ltility:,:mo,delr;e~§~ra.:tioIl: Iawandthepatent ,~~;,

as seen-Is-om. the fact.fhatmany.ar-tdcleaof ;tl1e,:p~teIltl?-:W-'il.~~::ilPPU~qto,Jt'I~

utility model .regtst.rattorr.Iaw ."

(1) ObjectiofPnotectdon-e: The utility:mqcl,e'lr<?:gif5t~tion:~a.",:"stCLtesin

Article 1 that a,de.vice:relating:,to;,the:';:sl;lape ,-:st;rupture or; combinatton.cf

articles is an: object, ofpz-otection- and-defines" in; AJ:'ti.cle:,.~:, ,a"qeyice: ,a,s;a;

creation of technical idea utilizing the rules of natu.re,

On theother-hend-, ·the; Patent-Law~,:qe:fiIl,es":,>,,ill·,A r:tic:,l~: 1:,~tI,E.!:,qbj~c:,~;:pf

in Ar-tfcl.e-z-deftnes- andnventdon. as i<1',;high:qualitY,;-9f:.Qr~at.~PJ1,q~,,1:ec:l,1~~9,~li4,E.!<1::

utdklaing-the- r-ules-of -natur-e _.;

In.aumrna'ry, .4he .utfIity modelc-egi.ste-atfon claw"~protects .a.techntcaj.fdea,

which is embodied in a definite configuration. In ~~he,r'-':Vq:rU,l?:.,,:t.lris,laW>-'

excludes, from>PT'9t.ection vp'rcceas., .composdtion o.r:~t1:e:~_,aI1d;II1<1~~,rj~J:~R-i.qh

can be pr-otected. by. the-Patent .Law-,

TheW.e,s~ Ge:r'InanyUtilityM9gelJ~egist:x;atiop.Law pr-9vi.9-~f;i,-,f.p~:Jhe

definttton: of ,the"oJ)ject'as:'l,lt.ilj.,tY)l1.o<:le.1::::r:e~<1ting:·:to.,th~:-,cqnUgu:ratjoIl, ,a;rral1ge.';':'

ment or device of Imptemenns.or- !1rt!c},e,f;i,gf eX~,ryd~y, uf?:.e:_,, ,-

the object of protection between the Japanese utility model registration law

and the West Germany utility model registration law, the former is based on the
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latter an~t,~heI:',~~?1;'~ thEq:;e},~:~W, .~~,~eHH~~:cl;~fe:t"~l1,?eir:a,t.heobj~c(?fprotection

between these :tY'f?1~~~:,,::~~c?:ptJ,4atfJhe:;We,stGe:r~flIl::Y ut.i.Ii.ty ITl?d~l r~gistration

law excludea.e'lecta-Iea.l, ,pixcui.~~" :~m:lu~t::r:iaJp~~}lt:::;alld,~t!.ti~~tie s r'elat.ingto
, '. , ,. '.'.. ' """ '''''''''.- , : .. , ,'.. ', '.. ,'"",--' : ,','- .'., , :,", ..-, .-'

While an invention under pat~!l:t:lawhas .to beTechnical advance:(2)

showing:th~\:.2,0,nf,~~!~tion •

a areatioll:;.o.f,;-~~,<::hIl~cfl}.f?;~~>()f-:high,quality,,:..~: d~"V:i;S[ }l~?:TB ,:the;,~,:';lHp:~y, ::R1.9cl~.:l;

law is enough to b~:i,OIIIJ;..i~iP:r7~Ho;n; q.f:.~},e:,qhpip~l, i,?:~a,:,apc:l,;geft:sI,s ~.?~ ..

Since beth. E?yE?t.e,ITl.:s~.,p:S();~~•.'?,t;~TcllI~i9~~ Jdea,l?;~~J~od~ed,~~ '; a 9()t:l.f~,~:rntfon , it

in the practice.

is an es sentia.I :I:'8.9l;l;i!.13ITl,el}~ ,V?;:~H,?p:~.'t,al\~ppl~Pflt~C?~;~8.get~~1" TI~~lt,~,.d,.:r:~~in~,

necessarily .be -,.1l~gll,.. ,qtt,3;lity:.;

estates from the object of protection, which arE:!:~.H, P7?lep~E:!ci.by,~he Ja:p~;nesf,

The ::~n13r~~qe,.p~JA~::o1;>j13.9tpf,:prote:q,ttpp, .~.~.' f~f,l(rpM:~d: in, :~~: ,P,f?ov~,si?~;S,

of technical advance which is ?~.~,.PfJgr::F:~~q!l~,~7n)5·:nt~;l?:7p-~~ep~Cl.P1,Htr,a,~

follows,

A,-rti.cle.29.ofthe,Patent,Law stateathar.an application for a patent .shafl" " .. , .. "'.-,-,'.' .. "',' .". __ ,''-.''m'" '.",', ';"''-.:" :., .. " :..,","','" .'::.,,'- ::, .. :.-:.".... ~ .-.-','.....·,N· i,':"",,,:~..,,.',,;

On the ()thEp;':h~pc;l;;:,~rJ~cl~:.3,9~,.,t~e::~~iH~y::,¥pclr~::·,~~.~~~~t~8P.;L,§I-~, s;~fl.~~,s

that an application for utility modef :r~g1~~:r:?~ion:~h.all:nptbe ;te;gi~t:E1.:r:e;q.::~~e.n,

the' device.. pLJhe.i:lppli,cati()Il',9:Cl.:n: lle,yery' easilY)J!.1~p.~.:~a~~cl,o:Ila,,Jl:r:,~?:g 2:~",•

.I~ J~,iI!lP()s,s~1?l.e to :qlla.n~il~~~;V~,~yd~gJJ.~,J~,~;w.f!~;~p:c~,1l,~~'Yf;~.n:;':~)B;s,~~.~V

and "very:~as~ly:ll:.~. ':: ~h~; d~p~s:i()p:}lI,aY: ,be::df"f~~::r~I!~"d;ep~p:4ip.g :9P :·th~,Jie91l;.~~sal,<

field to ~'l'1~c~<Cl.,I:L.:;ip.,v~IlE9,n,:()~..:C1:,;cle,yiCJ.e:. r~f,~t~!3,Cl.lJd::~t :,W~y,:()~t~!1 ,chap.ge:,"

not be :p,a:t~Ilte~ :Vr{heD:,~l].~'i,lJ.1:~:n,.t~8n:,prt,h,~;,~J?pl~c:~tiqn:;;gt:l:~.,Pf1 easily,~.~sl;e.,ba,~,ed,

on a prio:p,Cl.n:,!;:,

depending on j,lSl,I'l: e::ltcpniIl,e~'~I:L.;pl:tCl:rge, .•.:

It maybe qU,a~it;a:t,ively:111e:,nt..i?ned t~t,;aIl;8:,~IJ}i fJ~~e:ncl~~,,~r?,m,~.,pl'~?~ ,:~,I1

is longer under the patent law than tha.:t:uIl4~p,th~.'1l_H~1ty:,model .. !eg.ist.:I;'8,t:~?I?-:!'"

law. The:r;~~q:r;E:l'! ,~;.',p:t:iq.~,~rt,;m~y.:~:f9l:lnd,~')t:i9h... i,~;:p~t~bl~, ,to,' a;..pat.~n~d~:·Pl?~,~ra::
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tion but is non-~i~bi~;"U);a~dli:ty 'iri:~d~'i-regi~triitidi(1.pPl{'CaHhri;/l{'ha:s"be'eh';

often exper{encect i~th~ ~iadLI.~~:;:th~t';iriih~kn-ti6n'~~pllkd'for' a "p&tentiis'

rej ectad"but.is: ;aUow"ed',j;hen 'the' ~ppl'ic~'tio'n;;has be~n' c8Iive:'rted:f~orh:'aJ 'patent

applicaii~~:'t'~'\i ;uthity m6d~rJppli~ktic)rt,;~

(3) Examination:

Japan is subjected to a very strict examination, in the same manner asaipateilt

:II1,ex·it:s,"th~if~'>:ri6:y.~lty;,":ri~6hiiicai'-advahC'e -:'and":hidustHiil

utilizatiori ~r ~~d~ th~r~~ifef~6':puBli6~t.ibIi:Of~rt;ap:pii'6~tiOh t8'-"prov:lde:'lt b'ficince -. '"

for opposition before the utility model is finally -regfste'red;" 'Thli.'::ir"tliJ"rellabi1::":';-

ity in it~ ~~lidiiy'iiklHg:k.
On tii~-- '6ih~'f:-h~il.d:~ ~ kihb':J': k Jilliis ITiod~-i::in:;:west~'G~rm:ariy. is :':tegiste'too'

without examinati~Ir,:'t'h:~r":feiik:bliit)/i:rl'\t~:vlflidlty- is;!~Xtr~'mely .rlbw,:.,~

It is only in Korea and Taiwan, other than Japan, thi:i't::"~ihpIoy::.~~tridf'<

examinat't2ri "iA:'th~;'uHlitj/ rhdd~i:i~'~~t:ditibn".';;~'ThJ'hti.1it-Y',m8dl:ti're'gfsti-atioh,)", 'i

laws of thes~;:cb:l1ht:Fi~~':ifEk 'h~'k~'cij"6il::-t'H'~>japan~~J'la.vv'~

(4) Term of Protection and Period of Request for Examination: The

not excb'ed:'YO:;§'e:~::rs;::(fr6h1ih~ :'d~tE?Bf';flie:' 'p'ubHdtit'ii)ri' of! appficatfon 'iind -'1'5 ~ 'fears

from the date of the application, and the patent law provides that the terili"of

patent-~i-t~htshali Ii8FE;idee'if' ,','1si''<y'e'ai;;s·':~ti-6'rh)tfie'd~iEr cittfie"pubiH::ali6ri:i6t

applic~t'io'ri "artd:"'2b-~ykar;s ;'t:ro;m:'th~'-';date "ofia:ppih:~atidn:'~'

The 'faCt Hia:t' th@ fe'rhi:;bf'prdh:/dt:lbn::,is-:5'~'y'ears> shorti3.f:fO:t 'utility:indde'f

registra:tioh':i~'n'thaf'f()ra:'pateriF\~ii(be:-'o:de~ .. bh't;'6DJ.j//"reasOn w:n;f'theip±-dt~cL.

tion of a!·litiii.ty'::'Ihod~l ;ls:re~roed':'a;:,5:bei~:giv~;eiilcer'thaD>that of;~a' pateii't :~. "::The'

difference betw~'ari>-'f();Yeirs"-:and::15:"jri:~ar's''niay ha:v'e{2:Ii';'ifhporl:a:nf' in~anirig;,tdr

an invention which usually" h3:s a long life and wh6se:'cbriurier'cbii"fea'sibility

the inventi'o'ris""o}'devide'~-"':(jr:rE;I~tlvely'shdrl'li.fe'.

AccQ'rding-:to '-the': Wtks{Germa.'riy'utllftY':mO'deFiregi.st'rationi ;- -th'e terml 6'f
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protection is only 6 years from the date of application even_j,f:_,~J).clu,ding:a:3:7y,e,a.:~

pas sfble exrensionpet-tod ,."

The ;'p'eri6d:-:'O'f. r-equearroe.examtnatdom-ts A:ye'ars;~for,:a: ut:i~ity,moclel_and

7 years ror-'a-patent Iz-om'the-date' ofappfication ;

appl.tcatfcrf (Hilfsgebra!chsihl,isterh-,' which: Isaflowed.to be.',:filed: simult~J}eous.lY;' ,

with patent application in the West Ger-many. Utility Modef-Regd.st.ratdon-Law-,

not admitted •

(5) Application Fee, Examination Fee and Annuity:

The application fees for 'e' 'patent-'end-a::utility'modef;re"gistrittionare <¥€".-;:3.00,'

and .¥4, 700 re'spe:btivelY<;~;·The;exa:.'rIiinatibnJees<are-:Y25-,500)and<¥.14:,'OOO.:

respectively. The total amount of annuities to be paid~0've:r\-10"Year's,is,.;;L

¥1 04,500 fO:t! a.patent' 'arid:'¥7'5 ~'060':fdr"a> utility," model.cr-egtstratdon-,

Roughly;'~peaklllgj-the-tctaf amount-of.reee :for<a' utility .model-ccegfst.rataon.. .

to be paid"ioHie"GOv:e'rfuriel1f'i~approxiina:tely.::.:37:4 of.thatfozva. ipalept',."oThe. ~r'

lower amount of fee does never meanctbat-acutfkity Illodel,gives"J,essLprote~tiiJn.;'-'

Rehectirig":theiafuv~:differehC'e !()'fiapplicati6n':fees:~ithe: standard-amount

of patent attorney I "s<fee 'is'\¥80;Obo'-f6r itl.ling''it'patent.i:applic-atIon'and>¥70:,OOO, "

for filiri-if a~ 'iitility tifo'deI'a:ppl'idation))

(6)- "S'dop'e i of,;Protectio'ft: "': .. it-"i~:'pr6vided' -both.tnctfie-Paterrt-Law and' the.

Utility MD'cte;;l:"Registration' Law;that';th~rTs6opef'-or:: d6vera'ge': df::'af 'patent-and-a'ii

utility model':ha;s' to' ·tie: 'constc-ued'ba,sed';bti': the: cladmedIanguage-', Accdrdirtgly-'," :

when a patent-and \i:"'u.tilHy,mb'de1:existi3'd:,with ;'identicaFclaiiiled-':!aI1gilage',' the:

covera'gelf6ilthe!'bdth;wo~uId)'be 'ideritfca'I',

Accordfng toC~th€';t92l"year!laViJ':Whh:h; ¥las:' Intor-ce ':b'efore'.:t'he.' cur-rent» "

utility model registration law (1959) was introduced, the object of protectlorr»

was not a tec'hriical'id-eia, ~mbo-died:!iri a-conftguratfori but:was the 'co'xifi'guration'(

itself, so ,'t'!ilii: 'tHe ;pf~c~de'rifs if that3Hrh~'::gerie~~i1ly:dori's'true"'the,"blaims': of'

utility models narrower. The influence of these precedents is corii:3'ideredi:'t o ";:

..
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still Tehnain to -some extent' ~

When an applicant makes an application for a utility model-eegtst.ratton,

there Is atwa.ys 'a. possibility 'that ,It.de: regarded .that-the.applfcant ad,f11i,~s,t4at

his utility model is not a pioneer Invention.andthat. there.must.be ec-etevant

prior art on which- the subject ;.of'utili;ty,' model, woujdbec-ejecteddj; it,~w~~~

appl.ied-fo't- 'apatenti It-Is-not cer-tatn-that.theabove -pr-obl.em does-notgtvean. ,

influence to' ·:the:':'claim:eonsfrucfron in; the: courtv-..

3 • Advantageous .Uae: oLthe,;.,;utility,Mod.-~:l:Regi~t,::l.Jion;:;$y"~(eJI.l,:·'

(1) Th'e,utility::modeFre'gistration,syst.emaf;,.-.Cl,.:-y:es,S:€tl f0J.::,p:r'pteqt,J:t:lg a,.

.relatively short"'life: invention:

Of those, inventions .,that-·fall .under-uhe categoa-dea .()f:pr<:>t:~Cf~9q:,]:>y,:,the,

Utility Model: Regfst'ratdonLaw ,:,:it ds tneasonable. thl:l.t,;;rel.aUv,e~~:::l5pqD':T~if.~"

inventions .are .appldedJo.r-autdl.ity model.tregi.sfratdon f:l?Om(:~l1e,yie.wpo~J.1tpf

expense.dn ::pro ceddinga- and- per-Iod fer; proceedings.s.,

dttter-ent.between-the-PatemLaw .and.the, .Vtil,ity,:;Model. :R-,E!gi.!5tl:~~#l?n ',~,~,'Y,;,~~ ~

Accordingly, it often happens that a prior art wlp,gJX!Y.o.:.!:lJ4}?e;: 9~:t:.~4 ap:c;l;~19t,;;b~;

over-comeirr.at wez-eapplfed, f:o:1"; a-patent__.is.,D,q,t.l'cHe_q. or: 9~I1>~.:pY€,rP9JI.lg,e.,y~mf

if cited when, it is 'applied, f()F.':~,,:u,tUjty,.m9,<;l.~lr~gisJF.aFiqJ;l,so;thflJ~he,,;i,g~t;i,s,:

o btained-re'latfvefy e5'lsHy.'.'·· 'I'he ',!?gI)l€,> t.l';Li:~~:;<l.ppH~~:, aHeJ:':~J..1,e:,,utigty; mpqel,,'

right has:beenc-egtster-ed, To ,,'P,e: ,)Jl().:r~;.s-p€!,c,i#q,,: ,a.-,p~ig:r:,.an ,:~!l:ic.h~q~q,J?~",

effective to invalidate a patent, if it were aop~,t~I1t,,:.-:isD:9t-Il,~.9e:ss,~Ti1y,:~~f"~cti,..,'r:;

to Inva.Hdate-the, utibity.mode'l, because, gf"ai.:sho,:rtl3;r:,a~Il1.:, :;>tr~t,qhe.4::ff9IJ.l ::~I]..e:

prior

combinat.ion. fp:c; :,;:r,~je9~~ng,.;3r j1;J:~~gtYJ'l:1q,4e.~.',;::,;ppM~t~8;1?:' 0E; ~PY~~,i,~tiH~ .~; ¥t,iF;t,y :,:"

model r~,gi:5~~URIl;.,,:



The proportions of oppositions against p~plJc,~ti()Ils,<:l~t~:re,~flrriI1a,~~,?p:.,?~.,

patent and utility model applications are approximately 107~ and 5%, respectively.

Thus, utility model applications receive less oppositions by third parties, in

proportion, than patent applications.

but less: to:' Iose ;

The, ;:t'ati9S:iIl:uHliza~io?-;<>f~€!,u:~P.,itymRq~l}=:,y~,t€!:rn.,~.€! ,. th€!.,l:flti9,qf, the

number of utility .mode'lappficataons to -,tll€!·to~<:1t!1l;lll}b~:r,:.HLp~t,~'Jl~ ,.~PP:liq~t,~9Hf5,

and utility modekappklcattonsdn '% :aF~,[~Gl.~,c::u~cit~~:rr?J:I'l:t~e: .,Ill,lrpP,~F~,'Rf' p~~:e:,I),!, ,.

and utility: modek-applfcatdons ctasetrted.m ~i~~d,E>:9.~.;a:r:tJn:};~79:,..aa shown in

the Patent Office,Annual Report. of. 1,9.89';<:1s",f'o.llq,'Vs,

Articles.,of:.,Ev\er.yday:"use,(.i\),:, ,.-,72%,,;:,I':rq~~ss-iIlg;;qp~,rGl.HR~"";,, ',i,:"

Transportation (B): 55. %"<:;hemical,, ,M.e.ta.llurgy,., Textile CC,D):, 15%,
, , "', , ..'" "",,',", ,,, .-' ", ',' , "

Construction(E): .,74% ,M~chanical,~ngil1~e:r;iI)g(1';):, 65% '"Physic~ .(G).:, ...

40%, Electricity. (H): , 47%, Total:, 51,%

(2) Conversion: from .patenr.app'ltcatdon. tp~,utili~~::,rn()ge~CLPpl~9~:t~.Rn,

similar to a U .S • continuation appficat.ions.

Within:19J':,,-785 -utfltty-model. appli9~ti()I:ls:,in,,1.-98:P, 4:-1,1:5, ~PI?g9aH?I1s, ,or,c.',:

2.1 %are-those. converted":from·,patent.app~ica~ionE;,.,:,A:f~r:c,I;ej~H:ti<?,n,qfP~~~Il~";

applications in::Uiat year f :'approxima~ely;20%;of .themweeeappeajed.and.

approximately 10% were converted to utility model appki.catdona v ~t'IIl~Y: be

understood from this fact that the conversion of patent application to utility

model application in Japan is utilizeet in the same manner as the continuation

application in the U .5 .•

The difference between the conversion to utility model application and

the U .5 • continuation application is that the device of the converted utility

model application is rejected only when it is "very easily" thought of from a

prior art. Therefore, a prior art which was cited but not overcome during

the prosecution of its parent patent application may be overcome in examination
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4. Conclusion

Sirl.6,e ~? feW de'da'tfe;~i' a'go>theZ;e'" ha :Ve:b~'eri: st-rong opinions such thatthe

utility model registration system is merely effective to protect small inventions"

which gi~~':~:s~;~rttia:il§ little:cont:dbU:f;idl(to,:,th~ "de'velop'rrient:oT':industries'and;" '.

causes expidi:d.ve:{ln-c:tease:,which' 'again' increases fruitle's:s ,,: and trneaning'les s

patent diMp'tite's 'and':tii~:fetore! -'thIs' :'''~istem;':sh6iila-::be,'abd lished:br' 'combined'

with the ~il.te,nt-s'yst'em:"~lth-'modificatl6n-s<: 'How'ev;er ,::;;it i's:iconsidered'tha.:t: the

utility model registration system-has-beenused-as avessef orcsysrem "ror

protecting intermedi.~te-:Inv:~nti()rts,thal"a:fe not"" pr-otected -by.e'ither-fthepatent

system or th~::'desigri"'}sys'tkm;'\ind"has,:be'en'gre-at1y':' 'd:iiitribu'tin'g','to theenoounage-..:

ment of cre'ai'i'viiy 'Hi; the-' iridtistiJ:i~~ a's;'~"whche'arid"'e:Iiha'nceine~i('of the.dnduatmest.

I consider what we should do at pr-esent-Is t6'-fiil1y under-standand

sufficiently'utlllzk:: the~ aava.ntcig~:~:df'the'tltility,,,:m6del registratioD.',;:system,' over- ;

Hopfng th:~t';'whaf!.Ihave dis:d~iss'ed:; so :far i-Will,' help-you' under-sfand the'

advantages-of the vlapaneae-utf'ltty-model-r-e'giat.ratfon-syetem. and: that, you-would.

make advantage"bf:thiS""sY'ste"iii 'foz'''llie "'berl'e'fit-",6f.yburcompanies",;, I'will

conclude lIly speech ,
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TIIE.i:oP'iING;OF DRUGPRO')UCT COLOR, SIZE AND SHAPE
AS TRADEMARK INFRINGE'lENT AND UNFAIR CO··lPETITION

Irving N,. S'teiri

During the past few years, the drug industry has been a

prolific source of trade dress litigation. Research-oriented

companies have increased their opposition to the copying of the

color, shape and size of their established brand name prescription

drugs developed by them at great expense. Whether or not such

copying should be permitted is a complex issue. The following will

present some qf.::, ~he(:kI~c~gF(Juncl ,,_':'J:',i:i,t~C?l),etfi:;!,:.':apd:<:::y;.i~':ls ,~:A.nYQ+?:ed,:,A;n this

controversy.

The prescription drug industry is uni~ue in that the purchasers

who pay for the drugs have littl .. cont;r0l.,. Ln. choosing the drugs they

purchase. When a patient visits his doctor, the doctor writes a

prescription based on his medical evaluation of the patient's needs.

A doctor may prescribe by a generic name or by a brand name. The

If generic II name is the established or common chemical name of the

active drug ingredient in a drug product. The "brand name" is the

privately owned nam~ or trademark used by a manufacturer or distributor

to ;,~,~fl~j·Jy; ~,~~ (~~,~;t:i:9,~,t:~r;:~I}\lg.,.,prg;d,\Jct.,~!1.¢l,,;,,;;if..,..t;n_~!~,.,~F~.,_~~I1Jpeting

products containing the same acti',v.e- d-rug;.::cingredient, to differentiate

his product from those of the competitors. The patient then takes

the prescription to a pharmacy to be filled. If the doctor uses only

the generic name in the prescription, the pharmacist selects the

specific drug product to be dispensed. If the doctor identifies a

brand name product in the prescription, the pharmacist, until recently,

had been required by most State pharmacy laws to dispense the precise
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product,specified'l>ythe, doct"r, B,et",een th,eearly" 1.959.!5 and

1972 virtllallY'eyery sj:aj:e,lla''''.la",s ,f"rbidding" pharIlla"ists;, from

filling prescriptions with brands other than those specified on the

preseripti:o~,,;un l,~s 5 '"J:the:cJ.9P;l:~::>J;:::' g,?-,,-~_:_ .:11i:9:, ,e.PP~oy-,?-l:~ ,g:'~~::;;~,_: ,9P~,cal1 ed

intercha~g~:0 _~ ,"iII b:rand Sl~',_:arid :9.~~e.r,i_~_;;:,9-J1.d.:,:).~.n.,?U:~~(:_:,;,~tJ1S:~::i~h~,pe.tJ.',~,P:,'t

:':wauld rece.j..V~L: tl1~<:, spec i,'fie:: J:l\~,9J<;§j:J9n::: J:b?i,:~;: )1·1 s ;pe,;",?9,n.'.i_J_,,9-9.!=t:~ql:>,:<J ~.~m,t=_¢l

to; be :the::-most::,. eJfeptiv,e.;,fp:r ·:thE!<,pa:;:~,_t:i,cula:r :c,c>:nPi,:tigJ:t. b~ing::,::tre,s:_-t_~d ...,·

In:,::recen~<_, Y,~?o::rs:,h9~_eve,,t:'h' as "reg~:r:9-:l -,s:t-a:n_ClCir::d:s," wgr:;e; :'~Cio:p:t;ecl)::;;t;q,

ass':lre",,;~herape1,Jt,ic'::·.equiy.alent,sof;:. jnany. dl:':~g:::.p!,()du.qt:S ~ya,.i·l:C1:pl:E!: f.rprni;"

.more ,than,,': one manu:(ac:.t;ur"erii:;' s::t.C1'j~,ra.s.:;' ena,q;:t_~q,:: J)~~_, ,;L:~~;:;;5iw:hi~:h; :);,!=mo.:v~:, .:"t::h..~:,

re s tric t'ions\~:m:pharmac.is,ts ,in,f:il:l.ing: <prescript::1;pns··;ide.n t:i:~y~.I1q: ;A~X~g

pzoduct.s .by. brandname.s.'Ih::' th,e'.':la,st',dec:.aq,e.i d~9 ;::'S:t_Cl.t:e;~, ::,tl"J,e.: D.i-st-r),..9:t

o'f~ 'COLumb.i.a :'and::; p,~e:rtd::::)R.icO., a.d8:~t~d'{":"~~:~·~:~:1'1:ed '~:geXtE;.'r:,i:C: ccsub's:t::i:·t:\l,1;'i:Q:Q:1:',

laws~:' which ipermit:'.o,r·:direc"t ;the '-.pharmac:ist ,t"o subst;..it:ut,e..,:·.2l,:,~lQ:.we:r",

priced drug>produc.t, that isj:herapeutic"B;y eq,uiva1eI1t<·~9 tlle,;brim!!ic

-name::':product' prescrib~d_,j ,,'. Mo.st,,:·,pJ, these' l:aws:_.';a.'~,So.::':pro:hi1:lit'::,:-,s1.;1l:)s:1::;i,t-q-1;ion

if thec.doctordirectsthat: the pr.escr,iption,:be;,fil1ecL"nd di~1?enseCi.as

wri:tten'~':' 'Thes'e,::law.s;",.evidenc:e,-:-a public::::"::<imter,est ,in: prqyidiI}g::lQweJi,::,cost

prescrip,tibni~',drugs,:tb .con.sumexs "'by- ..':rnaking<:,:readi1y ave i.LabLe, Le s s.

expens iv,e ~:gen-er.fc -·equivalents, ~:;.-,'- They :,,'::are,'·based')on::.the,;,proposi,tion.;!' .tha t

'~anti""sU:bstitut'ion U: claws -impose" s ubs t.arrtida Lr.unwar r-ant.edrcos t s.. on

consumer-sby.:re:s·.t'ricting prLce .compec i.e Lon ·in ,thec:multiso.u:t,ce;::',dr:ug_~

market. -c:'Gener.ic cproducers::.:generallYJ:cah charg,e:'d.ower- p·:tices' beca,us'e

o f.. economtc.. a:dvantage"::gained:~bymerely:,-'duplicat'ing:; exdstid.nq dr,ug"-'
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products wfthoU'tLhavlng~t6:: inc'it't:'the ihc're'asirigiy\.heavy:,::cbst::of';';

resear'ch 'arid','deVeTbpinent'in'ctfrt'ed by" thiiF',tnnovator;;;'rilanu'facti.lrer'.'

ThE:f '-fnc'rea'se in dru"g':'lbok~alike:::'p'roduc·ts::": arid- in ,drug':,:'iddk;;o.:';

alike "lTtigat'ion:::<h'as: C"oi;ncide'd wi'th"::<th~ ,,1,lge'rierTcCdrug ':tn'overnentll,--as'

re f 1 eCt;ed: 'In :,thes'e""rs'ta,te" :substl,tu·t'io'h'::' :Til.WsLi' ;'),ancF;,: witWothe <:expi: ratLon

!'o'f'C':patent piot~'ctiori':' 'on' nume'rous' ;iinpbr.t'i\~nt 'aha,':'suetes~fu'L 'fprescr :ipt-io'n

dru'<is-"; Dur'fng: the :per:iddin,:which':'"thedrpa'teht:' ii:(: lh::' effect:'j brand>:

name manufacturers through extensive marketing in a particular color,

si'ze 'ahd'shape, f:requehtlyestablish' the' t:raaiio d:re'ssasameans by

whIch: di"s'pe:n:s'ers "arid':::p'a:tieht,s: idehtf'fy ::the:- Clr'ug:,,: .and: i·t's <therapeu'tic'"

a'dt::ioh'. '-Aft~'r"the "menufac ttirer:'s" p'at'eh't: expiYe:s:,; ,a:hd'9'en'eric' competLtior s

i'::ac'q-uiret.he' 'T~g'ar:::right:: '::,td:rnanufab'tuie .arid ,sel·l"",the ': ,drug ,::: ,the:::'intro:

-ductifori o'f: ·:agen'e'rii'c'::equiv'aTeri'tdre:ssed: dTf f ere'n,tly:is, o f tieri met. with

'. ". '.. '.. ' . .~C<.~~.,,%-r. Gi-(r".."",.vf-..i'<-'~"'SJ .. .
substan't~aT,/res'1·s,tance, '~WhJ.:c!1Afo'reC':l'o's·e's" the:,:'gener'rc:' compat.a.to.r. .frorn-

,a considerable' ;-p'a,rt' ,:'·b:£; the ::ITia:rket:.::::"i"Gen'erLc -pr-oducers. ::·fin'9. ;that,) the'

mc:ire-"thef:t p'rod1,1ct: c,:look's' l:'i:ke,:the:"'origihal; 'pxoduc t.;' ithe e aa.Ler- Tt.>.is.')
,~ ,~,

. :':',;':t:o"; ComrJete sirtc'e":'the'<'gener'ic neuse appear's:' to, .'.o:f:fer :the' "same": product

at ~F:16wer price;~ Tfiey<ma:iritCl,~in:::that:t'he' pubLd.c.cpoLdcy re:fl:ect:edj Ln

,'!--generic :',,' su6i;titution~I,';::':1a:ws:requir'e's; tha,t ,the';appearance:c, of branded

presc:ripti6t\drugs be copied.asclosely·aspossib'le .so ·that: .;the"

,pat·ien,t,':; to~.:whQm .a.: gener,ic :,:::equivar:en't' may -be .Lgivef:l,:::wi-lI" .bene f-i-t',:,'f-ro.m-;

the lower:,' price:; said :to;;be,:;,typical :,,'of:: gen.'e'iiC,\:e.(tuivalent:.s,,~A:' __ -]::nndva:tor

firm'sT" cla'im.".:thab,'the .; r eason. for such ~:;c0pyin,g,:::f:s;td: -cauae .doc.torr.and.o

consumer :confusion:,:and,,:',thtis faci~:itate':';t1}evd Lve.r.sd-cn ::,d,f:::s.aTes .away.:

from: the manufactu:rer~:'whose :re!~H~arch ~fforts -,:dev~loped' :;the: ,~dr,ug<::and'-

whosemarketin9program'establisheditsacceptability to doctors and
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it~ r ecoqn i,t~c>I'1 1?Y:',c1()c't()r~,and- pa t.Lent,S"t1.:l,~y::_c~~im<.~.pa,t._:by,:

supplY~I1g the iIll;'t;~tiol1"pr94B9t~,t~.e, g~p.e:r;ic;: pzoduc e r kn.9~,~ng,.ly

plaCe!?::iiI1 the hands c>~."phaJ:'Inacists ,tl)~:llleaIls"':bY::,'~_1;l~c:l,1:P!l,':lrm~.g,~s:~s...,

a~Ea'-':Clb];~_to::;ill or re-fi:l.l,a,lJranct,nam~:"prescriptio,n, ~i1=-1;l"a,;:pr,qc:lug:t:

similar: in dress to t.he, pr,esc:r';b~¢L_pr9du~-,~" ~l,1~,C?h~_;~he,.,pati.e,n.t ,nCl,~', cpme

prescribed.

-Dr1l9 '.ItlClnufCicturer 5._" ,s,e,ek;i,ng to",pr,,~Y:,~nt-, J~,;~"Ci't,~ol1,:',()~;' the;ir.

product.s. u aua l.Ly ,c;],.a:irnthat auch p:rCig'tic.e ,~nfri__pgt=s:.JhEa..;i:t:':. tr:Cfl,d~_IJ1?:F~

rig1;lt.? :;;c!::Qd, C:9n?t.itlltes acts ,9£:: unf_a.i~,; c.o.~pet_iti0I1;,:~I'14e,:r;,,~ta1:;8:: lao/,alld

,~F.t=deral .Law, Whe:ther such P.;'Gic;ti"ce const:itp,:t;es,trC1c:l,€!Ill~I:',k .in,~,:r:;n_~,em~!lt

or:'::lJnfi:iir,,:c:ompeti-t,i.9n ,i.s,de"t~rmined by.,:, :the: ,courts:, on a-gi3.se-by:,:~ca.:$~;,,>

basis .;', ':I'Pi-~::.pape,r'wJll:·n9,:t:,;:t:'.:E::!y:i,EaW ,th,Ea~e cas,es...but,,:wil1 .d i scuss. ,a, -ef7w

of the common. ,princ;:iples,: ~n.c1:',;t:h,EaTr!~~t:l1a.1:; :l1.I1,c1er-:l.ie ,anq.:.::t;}ln,.th,r,Qp9p: .mos t,

of them.

Whether protection is claimed as a "trademark" or under the law

of unEadrv cornpe t.Lt.Lon, ,:the,.,cQurts,di.st~ng:u;i:,~h:b~tw,f?,eI1:".th~:::prc>,9-:uctI S

Res,tatemant: of Torts,::,IIA,:{eature:',of,goo,ds, ::i~. t:uI"1c::,tiona,_t:.:,,:;~::·.;·,if ·:it

func.t"iona'l':', and: ,:ncm~;func,ti(Jna'l, ,:f:.ea1;u,r:es:,,; 2l..114: ,)::~,et;wE!erl,,:tl}.ClE;e ·','f1hic,l:'l.·hav~·

-a"qqu'ir:e,d'.:sec.ondary,rnean,i,ng :'C3J~d,,..t.hose.:which .have '·,nqt ~' "A-cc0t:?Jn,g,,: t;t:>,:: the

or (:1J.sil'l~them;;; i1: is::Tl()Il--;fun9ti.Qnal.-;,'
2

effects". " :Wh:i};:~ -most; court.s ;",ag.h.er~;;if, it ;:doe's'not h.ave:"·an,Y:of -such

affects .tiheLr-. pur-po-sec-jact.Lon. :,o,r per f ormance (,;pr" ,ti1~.Jaci 1.-,:1 ty :'::9r,:,;,:,,,,

eccnomyo i' processing, handling

to the:.,definition'o,f :'"ftinct,ional-ity':':J:in .;~hi,}:,. utili~a,r,i21D<:se:r:se" some

have adopted,a broader definition which expands the concept of,,,

functionality to include an aesthetic feature of an article which
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6

less difficulty ih0~inding

. 5
Trademark Off~ce.

7 Alt.hough,trademark"

fofthe
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Section 23 of the Lanham Federal Trademark Act of 1946

" nonfunctionality", than does the Patent and

in c'o'nsid'ering" pr'6t'ecti'6n:"b':f':tra-de dress:'as II trademarks ""of tinder;'t1'le

law :b":e<"un'fa:ir" comoe'tition;;'''':n secondary ;riIeaningn~"'has'at'-itscore,:·'that;

the appearance 'of the pr6'duct,"idemtifies';',arid'di s t Lnqu i, she 5 its:' source ~

appeals t6'~"buy:ers'''' controls their"choice::and"'enharices the salea~ilit.y

of the -pr6d.uc'f.::The "o-ther' crTtl.ca-i element' that coutts d±stirigu:lsh

source. The courts, however, appear to have

that .'. is capable' -of acquiring ,'a":'seConda:r-y meaning .::r:-t:-:"i$::"PQ$$ibTe',

and advertising the trade dress had become associated with the<ideritity

of the producer of the product and is generally used by consumers to

distinguJ..'sh' that '-producerfs:":px''Oduct fr6rn:''o'thers~ The coure s," in

pr()t'eCt.irig: dru'g:prod-tict'trade:' dzess comprisIng-of coLor , size -ahd

shape, as<a trademark,:ahd';the' United States Patemt: arid' Trademark Office,

however/::to:,Bbtairi reg'ist:t'at:ion fOr, such 'cohfigtira:t~idri:,on cthe

priricip~;:Register if the <registrant: can :eS:t'ablish, :that:",the,:fea'tures

of"the':artitle are fanciful, a:rbifrary:,and inherently" distinctive or

that

:functiorial) : II configUration ;'Q'f,;"goods ll :whi'ch "ar-e- u ca pab l e :;6 f 'd f s 't :'i ngu'is h i ng "

''i'n':;grarit.irigtradernark 'regis,tratlonst'-a.tu!:f to suchvtr ade dress "requi're

that.' ;'t.hEf "mark u.. (the,corifigur's.tion) '---hOt' be :prlmaril,y,;, :fhnct-ional-,: arid

'be e Lt'her arbitr'ai:y"and "frihereritl'y 'distIric'tive o r bavevacqudr ed 'a',

;'se:cori'dary ineaning"as an iridica::tor:of drlg'in:' cif goods: wd th:;.'a.::sln'crle



II get upll,:C),~",:,~,':9aI?Eiu~e,"'_C):F, ta,b~~t,'.',thes~,ha:ye:beE7rl; 'f,a~rlY;Vle:ll

~iIrl~:~~dt.o, rathe,r, uIl,ique, apP~.Cir~Il:g:.)3~f:X:i3.nc:J~Inel};t~. ;,:R~gi;;trat:.~o~l:; have

been granted for color bands around the middle of capsules, for the

truncated conical.endsC)~,cal?Sigle~"for };)ult~;tTshap~sl caps~~~,~;,:.a,n9;'

for th~.:,co~9.l:'~sP~~~~0:,:,t:a,~le;tSi,~ r;J~'yerthel~.:5:,s,r.; :F,~d~fa,~ trademc;r,k;
,mcc,uc u Uu,

regJE::it::;,ati.9I},.o~:'. a :,p;~y~i,ca).: chafa8~~;-i~r~!i,c >o.f i3.,;~F1.J<J 'P.J:Cl,9"y,ct":_9,~c,~as

its co,fC>I:I. shape and size.is diff~£!llt,_,to obt.a i n., .No , Federal,tr,ademark

reg ~,s !-:I'i3.l=-~,qIl has,be~Il:::,(.:n;~nt~<:1~9'?;:::a,',:::,,9r!-?-<J,:: capsull: 9,r: t,i3..9113 t.. :?JITlP~oY:'- on

the bes i.s vo f a.,.singl:l:+a:r:>colgr,,__ .nor. sR~l?ly: on, the bas La.ic-f h~_,y;:i,ngI

half section colored one color and the other half section colored

another cotor , ~.irn~lCil:'~Y" rn,13E.~,:_: cP.f1lHl2~ 5J~9~,~tr'~.9i3.J::::~hi3.,pe,p_".,s.uch::-- as

circles andi.ove Ls . a,E'@I}q~ r13gc;,J;?~d",a,s JI?-h~,l:',~,Jilt+y, d~.5,;~J-ns~+v~,:,J9+

Feq.eral tJ;'adema.I:'k _:t:'~<J,:i".stratiplJ.:,::: P~l~Pp.s,~.Si:,.~ ;i3.IlP:,:;y::rl~"~,13s,,.: ~ap~~l e,?:~sJ.,

ta:~let; sbepes, cont.e i.n some element 0,£ inv,en,:t:ive,pe.5s ,9.eY;9!1,?,,:.S=9~Y~:~;"c

tiona1 ~ ¢!.~ §i~gn.;. 59<,: ~ 5":,, '1;.9 ~~,:::re.g?-.;',.<i,€!9:,:, as: -9- i;:l3,;~c ~,.I;1~,'t,~:Y:~-:! ~'K1.'l~Y'.:,:9- .r::~: ,-!1,~:;t;," ;';

eHgit>li01:() r FiOdeE"Ltr"demaE.l<prote"tipn.x ;tel, .i s"HP"",e1IJ:xx:th".t

,,:p1:'9~e<::t.i()l:'l ag~~nst:'.90.pyin.g:>(),.:f,c,C?,:+or,)~,;.?"e:~,J:l,? ,:lh,i3.p~.Jla_s:,;;:rlq~.: q,~ra,.~;.a

maj 01:" consLdexa t~on:, ,.tl): p:l1,~rmac~,\l:t:i,C::'p--+.prod;uct¢I~,!:i:~g,n: •. ' P:iQI1~6:;r.-- .rnanu-,

facturers now consider approaching .capauLe and.it.ab.Le.t; .des i.qn :weith."a;-,-,
'~~·~.L'~f"~-~c:.~~'~\~'e~t.i~~. "c·" ,'." '. "', ";"':-'--''"'-'

view to Federal trademark registration~ If they succeed, a trademark

infr:;i.ng~Jn,en,t.::9-ctioJ.l"tlIld,~~;Section 32 .o f .t.he :Federal .. ', Trademark,· Act 8

b~El~d., on -t.he; trad€!lTI~rk::regist·ratiqI'l" is aI"l:e:~f-e"9t~y;e_,,,we,,?:pqJ;'l:,~gi3.,:tI1,S1:<}

an imita,tor:.

,IJl:,aCidi:!;:ion:to ,tr,aq~mark;.1I'lf.ringe.rt"l8:.rl~ ,.,.a illa:IlU fa,~.t\l;~;' ,:OxAeY: "t;;y:';

to pI:::event, im~ta:1~.-;ion by. :a,s.s~~1:,ing 'I1\oI,e: ,proadly .t.hat; ~the.- cOPY~:1.?g,

ci::>n,s-t:l't.tl:!=es, unfa.iz::"qornpe:t·it;i0Tl,.; Under 'El;t,~1;e ,,~0~0I?: law pr:i,..l1;~:ipJ,~§h,:
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In< the.':bbinp:an16n c'ci'se's'::6'f-'? Sears')'\'koebG6k'; &,'to'~ c'. v. Stiffel
.. . .. . . ..11,

torp'~'::"'ii~"">'Day-'Bri te' Light'lng InC'~,·· the ';Couif rl..lled:;"'thcit

decLs Lons .:
10

Co. 'and "compco

E:ffo:rt's'--'f6prO'tect:tr'a'cl'e d'i~'e:s's::'urider state 'unfair competft.fdn

laws were; -h6wever':~;;set'-' back bY1:.wo:
c

1964': Urii ted States" supfeme':court:

the copying' 6f,n6n~furict:ioriai features 'whiCh ac'qtiired:::s'edonci'ar)/:~

IDfian'l:ng) '~:wi t11' a ..re~ul ting':c6hfusi.6n~a.s tcr;sout"ce' "of o£i.giIi ,';con's'fi-t.U:tes

unfair:: competit:ibn -. and wiii ,': be:";gEm~ra.tlY enj'o.l:nekf~"9 The"'basici'ls'sue

tha t,':courtiF'iriitially''-'' fac~-' is whether the:.' imi. ta tec:f':feiltut'e:g ar'e

functional'" or non;';'fi.iri&tional~ :'If';~tl1ey are functiOria'l',::they are'

within":' the p'ubiic domain arid:"may' gEineraily be::Ocopfgd in":"eve'ry:"d~taf:l:'

:i'i'they are no'n-':fUnctionai':,- tne' issue is whether the first. comer":

establ'li;l1ed 'a 'secondary 'meaning' so,Ctnat the -secohd::'comer Cf'ea-E-ed a

likelih6bd' of confusion as to,,'the'-'sourceof the;:'imitat:.ed ar'ti61e'.:

the cOpY:i.rig'of' the appearance'of'produc:ts thatiireriot'erititled t6"

patent:d'r''-'sOme' ·othe'rF:ed'e'raf'sbit'u'-torY pr6teCt:i6n-Lrna~/:ribt be prckected
by ista::t:'Ef uriiair"':cQ'mpetl tidn laws,' ':sin-de such'Us'e"'::6£':state' Laws' conflicts

'wlth.:,':'th-Ef'exciUsive-':p'oT.-ier:df t'he'Feder'al' qover'nmerrt-S't.o- gr'ant:; ,pa'teritC

ptot~;c'tiO'ri,:, >'ahd:'th's.-E ,'s,:i'?h'prqdtidt.s \i1a-n '.:be''-'cOpied:'' :at'::, wilr~'

wh'il'e'the'se'ar':!:f ··and '--Cornp'cocasfe's:'dea':-l ti' -a- blow; to -p LaLntiff5'

by ex6riera.'tlrig':sorne::iil't'tivi,t.ies'preVi'ousT-y' ':cOii"sidered"to" fail 'withir{ -

the scope of state unfair competition law, these cases di4:not'

invalidate the law of unfair competition. In the decisions, the

Court 'q?oirit:ed ,ol..lt:thi:l.:t ',a 'sfa'te';'sti'lr -has 'power to: 'imp6se"::li-iah{~iity

for palmirig';';:?ff,:2 still ~'rna'-Y::"'-pr6tect"bus'fne's'ses. in "lhe"':h'se 6f,::the'i:r

and still can require a copier to take "other precautionary
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The"Se,ars and .Compco cases .ruLed. t:he:,:,des,:~gn.>f.aj.. x::: g.,ClItle> fqF.

copd.ezs. onLy !,'.i:f "tb.e,,' de,s,:-i.9n~.'i,!;::· n9~t,;:,?n:!:::i.,.tl~Cl:: .::1:,9',:' ,~?l ,4~?ign.> Ra:1:~J:l,:t,':9r

other;;:f,ede-ral", .seatutory prot,e;c::t:iop}\,,:):'!:jug9,e E;,tJ.t1,g,. ::t:pa t;.,:~[1e:/,:P9,c t::.l;\~I),e

may not b~" ,avaiJabl..e ,tp a:,PPp'i~~';Vll.l,~I1' .a ;:t:i,gh.:~' -.t9.::'PF<Jit:,~~t;..A9I1:':~A·~,
- 17

based on the Lanham Trademark Act. Section 43(a) of this law

to"pJ;eYt?ntC::\lsto.meJ; c;:on fusion as,tq,:tpe, source. o f ~l'1~~, produc t.,

This:dt:~iITliti:t"t:.~qI1:t?~ the area wher~,~rl;;~a',~ -?t§1t~ fIl~Y CiS:t::i has

fo:r;ty.~C3.t:E!lyI, nC)t:~~~n g~nl?I;a~ly,: a~qep.:t~e."""a,t:,>:f~qe", va Lue by, otpe,,;

court a and PI:o:t:.ec;:1:;iqI1 !,~s:l:>lE!e!1,gJ:"antIi:!4_:.t:C) p:I:'ey~nt:., ,:;~n;,,: ;Cl99~~;gntO" -,
15

palIt1i.Q9~9ff i '~:9tbe; 9l.::!qE?P~~ ye:.,trg.g'9,,:p;-~ct:iqE!s~~ ,~,;:' ;,Rha,:;~~ce~1:ica.l

copy;J.1,9 cC3.13E!§:,:::"l::l9tl:1 bef()r.~" 13.I14:\CiftE!r.-Sears:and

that most, courts;: are ~il~iIlg;::t:o:::pro~e9;t:,:;-a- coLorj. spap,e,-:,9r;:.- ;!::r;ad,e,::'

dr~Sjs underva claim, of::unfaJr .c:::9inp~~.~,t:i9.P l:>,y.·t:""q,I1:~Y{::,#'f':,,Cl:9.P.,i1::~.?n_~..L.
16

facts, indic;a1;e' SOII)e ';c:1t:g:ret?,:; qJ ciE!C::E!~t,i 9J:,', p,aJInin9.;o't~":,l?Y:,, t.!l,!?" C;:9,p;':,¥r::~

Theo.defet'lQ.aI'lt: I S LnvoLvement; :iJ:1 ,~.aI:'ketin.9:;:t:a9:tic:s::;,t:hi3.t:.; w~I:':~ F~.9Cl,.r,<:1?9,;

as ~ecePt,i;VE! is'.: a, qqIIUl).OP'; ,theme Ln. dr-?g:>c::,~,se,s;-~"

decl.axes ,tha:t: .c:erj:a i-I1,-~:ind:sof:;;un(a::~::r:.; .ccmpet ~t~~P:rl'q,~J~ .:<t;qrt.~br~I1,¢l.er

Federal law:'aI19 ,prpyi,des"a c:i'Vi:l~,: ac::tion::',~.9ain.~t__ ,:apY ,:,per!?qn.: \y,ho:,:u:~e~ .. ·

a false designa,t,i.on': :Q~f:·,: qrigin,:, or~',~ny: .:fi3..,1:s~:(q.e5-c:,r~.pt~9z:1:.'ct'" ,I:'.~p;e;§j~n;-:::·

tat-iPl1' ,;i,n;connecti.on·, ,with ,:the',sale::, ocr a"gyer,t:i:.!?in.g. ,qt:,:9Q(),,4s i:.,u, .::comm,€!,r"ce.

Recent' dec Lsi.ons have. :e:xt,ended :"tl)i s::::;e:P;t:ig!l,.::to,-ccvex ", ·,~,un.. Feg,~~-)~t€!,recl;:"

or "common law" trademarks. These are trademarks which have not been

registered .Ln ,the.Uni:te'd :;,S,tat'es .:Paten,t:::a,'I)d,:Tr,ade:1],ar::Js:i.Q~,f =!:.ce:: I:.:--put which

nevertheles5:::have acquLxed. a .. suf.ficil?nt :',a!2j,s,qciEi,tiQI} -Ln. f;h~ __::P\l91.iS :·J!lind

wi th.:a' part.Lcul.ar sourc.e,'.ofgoo,ds so :·...a s :to justify,:,:tl1e,' concLus i.or; that

use,:'by;:another,c:of ,the:,IICommon ::lawu'mark 'is' an implied,.~repre:sente.ti(,):n.

-149-



that the' g6dd's'sold lirider:' that' mark' camefrom:-',the priBi user;,"df "the

mark. The unauthoiizediise':' of~ such '!c=c:imnlori,'>law!' trademark ':will';'thus'

be con'sider-ed"' under',,'Sectiorr:' 4'3la) ';:fs"a';',f.ilse "designation of'-drigiri~

Recent decisiohs:':have::'glverifairl'Y:broad trea1::rneri1::','to-':'tfiis sectiOri

holding" 'that' trade~dress':::Of 'a,:prodl.lct:'or i ts·':e:ntire ::'overall appear-

ance may be regarded as such type of unregist.ered traCiemark This

doctrine basbe'en,,'applied,,:'to the::appearance of' 'apa·tkihg,: i!l'etet,)8

a truck trailer;'9an aut.omol:lHe grilfOand thellniformof the>cheerleaclers

. '. . . 21
of a football team•. ' In drug look"-alike cases;.plaifitiffS'have' sought.

prdtec'tioh"for' caps'ules al'legedly soid in unique co l.or, or'·:-cc:ilor,:::'and

shape combinations, on the theot'y" :that :the ,trade dress,':;ambunted :-to a';

trademark for the purposes of Section 43(a). The courts have held

that t.he' colClrs Clf' clrugcapsules could be re'.l.i'l;c:lecl as tra.c:l.emarks for

the PUrPClSeS of this sectiCln·prClvidecl.that they were not functional

ancl t.hat.t.hey hadacqlliredsecClfidaryrneaningsCl that the copying hacl

the effe'ct:'of cohii'riu:nicatin-g::a :,11 farg'e d'esl'ghatibn :cf,~ or--ig'i,n1I:!,2

in look-alike litigation uncler both state and Fecleral "unfair"

c'ompe€itlori:law/ ,TtTs"'not";stir'prising' tha't" <i,n mos t" 'ca:se's'" tm'i,ta'tbr:s~

:cl'rgl.l'e"that:'the "coLox ,'siz'e' arid, shape 'effa: drug: 'productiis'--funct'i'bni:d

and::'so' 'may be'freely"copied:rega'rdTes'sbf' secondary: meanl:hg"~'"

'-When ::a::co16r:i:s dan/a1::t:tibuteof',the,act.'ive .Lnqr-ed Len t': 'oE'a

clrug andisin:herent'in the 'clrugitself ,the color is not .aub.j.eo.ti

to appropria.:tion::by:any one,:ma'nufacturer. . For' :example;::the::b,ri-ght

red 'of:':mercuric':iodin'e and:::the

the active ingredient of these medicinals. Color, per se, is not
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rega..I"ci~d 'a.s.being,~nheJ::'~mt~y, di~tinc:tJ.ve.·i. but ,~:n <::~r~ta~,J) ,9J~I"9~stances,

cQiurtsar~::willing:: 1;:9 'gc;m s ~<:1~:rcPJor" :.Cirpitt"(ir:i,ly s,~Je,<::;t~.d,:1?y:a::,:rrh3.pP7<

fact\lr~r",~rom,other numerous available color:s:as ,n9J1-,func"l:~op9-1;:;~nd.

capable,,' 0 f-,:'di sting\lishing. Couz t.s. s eem. :lJ.:nimpress,ed:.:-by: :a:rgument:;;:>::'t::l1.at.-:

there,:·are",:o1.:1;l~r drug proCl\lc::ts:;· of .similar ,:c9.1.o~, when~;it is ',sbown-:,;.i:.hat,

While coLox coding, :,per se, has afunctional:" aspec:tand'::, anyone", may

adopt, a system: ,of'color: coddnq, in ,the absence,,·ofa, general .scandand.

specifying".which coLors are.:,t,o b,euse,d:: foX'_~d,iJJer,ent;,do.s,Ag,e.:st:ren.g,.tl).,$'~

the selection by a manufac t.ur'e.r of,: .an 'arbitr:ary~gro"up;,,o,f,:co'lor:s::: ':,to

designate particular dosage strengths of the same drug has been held

to be: not functional and" ;the;particula.r_:;:ser·~.es" '0.£ .cqlors,::rnay ,:b~

distinctive of :that.: manufectiurerts PI"Odupt~3 The:cql.or:, of:\,~ .:;d,ru,g

product:rnay be: f.unc.tional "if,' it,,·is the,colqr; of-a·, flavoran-t :us~ed ;·to

mask the, harsh taste of the producJ:34 Cqloralso may .b~" regar,ded as,C

a'functional fea,tur;e if':' ,i,t':was, chosen-:for .Lts':psycholQ,gi,p~,l :"i:II1p q.,p t , ·

on purchasers. This was::so:in a case -invpl,vin,g' "an ,0ve:r-:::-the,"'7",C;:,Qur:t:t:;,e+,

arrt.ac i d. prepa,rat'itin' marketed by. "the: ;:innovator':as. a,. pi:n:~:,coJ:o:r:~.<;l,:::~:.tqtl·id.

ThecourJ:fEolJ: ,J:haJ: .J:he pink color.wasdesigned.J:Q pr~seI\t ap~ea"ing,

appearance to .tihe sufferer ,'and,:th-at::this<:psyqhologic:al:""ef,fect.,; h~yi;I:lg

therapeutic" value in',the,treatment-;of'upset::stornachs ,'rnight:,,':leJ1C1

"-functionability" .co the :·'colo:t';:pink,{because·.•·:that:,color:..,wo\.1.ld:.:enh~nC,e:
25

overall' relief.

WiJ:h r~gardJ:o shape ; the following feaJ:uresor. drug J:abl~J:s'

were 'foutld·:to',:be' ,:functional: roundnessfdr:,:production economy j va.

beviled edge to prevent crumbling, double scoring for easier division

into, smaller doses, and a concave shape to make breaking easier for
26

smaller dosage.

-151-



to prevent patient anxiety.

Gener,ie drug-: 'firins elairn'tha'tthe color:6'f a'long-established:

pres'c'rlpti-on drug 1:5"; func'ti6nal be'cause patients assbciate'the:

appea'rance:'b'f :'the drug':, wi:th it·s therapeutic"'effect and,wiTF::refuse

tc,,-::accept' ,'an"e'qtii'-valent>becattse" o'f.: a difference in" c61or:~;They::;;c-lq.tm

tha't::·:,the-,'s'ame" color,is-·"n'eededsb'that pii.tients<:will:'not ,become anxious

'and, ·cbhf-used':and' ,will -not react adversly:' if:.theirprescription :is

filled·witha.medication that looked different than the one they are

used', :t'o,even:·though 'the medLca t i.on .i.s ident'ica'l-;and: tihat" t.hdsccoutd

hamper> the :therapeutic:'eff-ecti've'riessof the'gene'ric mad i.ca t.Lon..and

the effectiveness of the generic substitution laws.

Thecour:ts "are 'unsympat.he tzi.o. 'to:: these arqumerrta., ,Theyteason

that td-·red'ude) p'(i,tient"anxi.et:y:dr',con:fusion in:'takinq:rnedica'tionii a:':

pharmacistITlllst 'cOl1cealfroITlthepatient the fact that'the drug"ha's'

been sw,ftched and -',tt:>,' aid,':irf":the.- c:oncea:'lment6ftencha:r:g~a'bbut:"the:'

same pi,ice .i,f6'r:· :'the/generi'c:,'as'for' the' .estabIdehed drug'. Only', because

the{;;:pa·t'fent'>doe's",'not 'know '"t'hat"he <gotsom'ething'othei!" than wha't::;'he

expsc'ted;, is'''~''an:xte,ty el'imina·ted'j' "and >this twae-caocornpLdahed cby.: dec:e'it

or·!:fra.ud'. Generic,' sub.s,t-i-,tution:l'aws' :n'ever:r'in-tend'ed'; .t.he t: ,:the ::suhstittftion

ahou Ld be' accompli'she'd,c,bY','deceivlng ,::,the::'.pa:tient,a:nd' most 'of,these Lews

require':"t.hat: the" pat'i-e'nt be <noti f Led .whenrsubseicu t i.on fis made.;

Imitating can 'e'stablished -br-endcnerne d ruq ,t.o"hide from'~,the' .patient; the'

fact that he is receiving a generic drug would violate ,,'such.:cSubs't:i.tu-t'ion

laws even if the purpose of the imitation is
;District . . . .

One:'::New-:-Jersey,Court"categorized--:,the .mo t rves. 'for imit'ating re-tnez-

harshly:; ':" '.~' ,~,:,generic-. subs t Ltutors oer e not ocha.r.d-tabLe ro r qarriz a t'ions
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they ar,e in bus Lness. fpI:, p:r;~fi,'t. ,?in9,e,,,t,he:~,,r:rn~r:}c,etinq,,~_'ty:le:JS
to,:claim ';t:h,E!>s~e produ<::~:,a,1;:'.?1,_lower.P;'JF,~,p-~p.fJt"can::(:>.nlyp~_

realized b¥:~void~p.&_qn,e: or, another "c()st .and ricl,-~ng, _s8I11~.9ne, ,~l.se..t ,s

coa~:t:,~,~l~:.:and. copyLnq the trade, dzess, An e!1:terpri,Ei~., wi't.hp,:t:'0F.~t::,,_

making:"~,,?'tives:,,of:,t:hi~,,,,lcil'19:,,,,is, Cle:,~X,l¥ not act.Lnq in ,:t:J:~,e pubLd.c
27

The .cour.ts,are recognizinq,th~t,tihe .pubLic int,_er,~Ei.t ;i1=t s.E!rve(!

by lawfulsubstil'ption 0rly when the, pat.Lenti san Qllest;iSl1 the

s\lbst;i·1;.qtion, p;ndin, most"instances :th,e p~:Ly 'oppp.rt.un~'ty"".t.l1:e;Ra,t.i:,eTi,t

will have ,to ;,q.o:,~hi,~~:.i,s when the.. t:rad,:-edxeE!s.. Q,ft.he ge.ne"rAc,

distinctiV\'\fY, diffeF~ntfrom ,that of th~ brand, name drug,,!,hey

recoqnize.::_,~:~,~t: it .Ls -'p,qe:",thinq" to pQm'pe~~,:by la,wfll.,llYo.fter~ng:\l:I?:.9.,~~,

a-~s~st'i~1.l~ion- law a gt7:P.,~E'~..c .dr.uq. .hav.i.nq t,he .sam~;,_-.i3,cti·{e_,:iI1g,l:"e,c1J,~,I1\E!

as:"t,h,e: :esta,bl:~she4" ~l:":,~p.P.:;I},i3:~1V=~, ;:,Ar.':l,9"i'_;;~Tl~,:,;:~~, ~:~,:;q\li~e.,aI1:-9"t~:e:c; 't,.lJ.,t,I19_ tq

-c>{,~e~;,a:,g~nJ=:r:,~.s<.~5I,~_i~i3:lE;!,n,t~,:"wI:.oEi}1!',::.aI?I2~:~q:·a,ns:er,sc>, ;:'~,J!1i ~i3:"!:.es, the 1?rand name

drug that it can be, and often is, sold orii.presc r Lp t i.on as being the-,-, -.-,-,-",::

brand name drug.

It has been argued in several cases that a prohibition

of copying of a particular color and shape for a drug after its

patent has expired would tend to perpetuate the market power conferred

by the expired patent and create an artificial and unnecessary barrier

to entry and successful competition in the sale of drugs. Innovative

firms maintain that product differentiation is essential to competition,

that there can be no competition among sellers unless purchasers ca~
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distinguish amoriq cornpeting':goo(:ls', and since the product' 'de'sigJ1

is the prime'fea'ture' which m;;'''k~s:: thechoick- poss'ib'ie, difftih"em'tiatin'g

is vital to competition. The Third Circuit addre.s"e.d it"e.lf'ttlthis

argument as follow's': "The public""p6ficY':. :: .-fa\rbr's free-'and'open
competition~ aut. • .c-~'rt(,d.;n 'k:l'i1d's'of. bu;~:H;ess"~-ctivi ty'; while'

promoting competition in: the' sho'r'trun ,a-re i'n'the' i'ong run apt"'to

be destructive of competition. The adoption of a distinctive trade

dress as a'; means of 'identifying a:'prod'uct wit.h'its' sou'rce::':.fsa:

legitimate'means -for thef pxomotii.onio f the use'ii s'busine:ss',:; and

permitting piracy of tha.i: identifying trade dress can onlydiScourilge

other mariufact~rers-':fr~:nt"ma.kirtg-fi':sImi-lar individual promotiona'l ':

effort. .Moreover a.l1owihg:a mahufa'ct::l.ire'rt6"be:'ahis' to'- acquire and

mai'rit-a,'in -;:I -r~putatfori:':for 'con'si.-steritgoOd 'qua L'i, tyTs b'ert'aihI¥,

pfd·-COrrip~etitive. Permftttng a'bus':frl(~ss' climate:in' w111ch"'S\lbsti"t::Utions

of products over which':'the firs'tmanu'fa:ctui'erl1as no:',!uaTfty --c'oritrbl

'in the 'long "run dcin:otl.lY·di's-c'Ot:lrag'e th'e"-effo'tt'mto c6mpe-t'e";Ori the:ba:s'-is
.. . 28

of reputation for quality • " .
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CONCLUSION

'i'hEF 'ieCent>d~ses,sh6w~-:trehd:-favorirtg" prb'tection. of' :thE:!

appearance of the innovative product when the non-functionality

and secondary meaning tests are met. Although:,each ca!5~ l1~s,:bee1)

decided on more or less different--grounds:,' success' inv_~.l:'iap+'y"i:

accompanies the innovator IS' a1:l_ili.~.¥,:t:.,t)--dernonstrCl.:~_~_-!-.~.t:tat,,,:()nsumers

were d~ceived·or misled,':··:6'r were-'-' Other~ii5'e.:~,--adv-e-rslY,:a'ffe"6te<:1'PY:'

the imitation product;', The lirnitation:',of::the','l·func,tionalityY'

dbctritie··as':::eIll.inciated: in-unfair competition cases rema,ins,,''': bu.t·

courts;':"are willing,-:tc,. treat drug color,_::'_~~~~_'ClIl.c3::_~_tli:l'p_~""Cl:,~:"n.o.n~

functional and capable bfdistinguishing.the

secondary rneaili.ngc.a.il.be.estabHshed. .The' possibility of..trademark

registration for drug color and shape should be pursued by manu

facturers. Courts consider the extent to which product imitation
.:;,

contributes to' the likelihood of confusion or deceit when pet~~mining

whether protection may be had under unfair compe t Lt.don laws,. -Look",,: ':'

al·i:ke.m~nU:facturers, .even if, they do' 'not; .cpenky urge.:-d-r:uggist:s ':,1;,0

cd,"{~r:tly:sU}jst-ilute:' ·:fo"i 'the' prescrIBed~brarid:,'riamedr_ug," ar-e'vlil'ri.erable

to the charge that. they put into the hands cOf, druggist.s ,the instruments

and means for deceiving purchasers. Although the:"controversy::"is

primarily between innovator manufacturers and generic:-producers't. it.:

is the consumer who stands to gain or lose the rnost''-bythe outcome,

and it is the protection of the consumer that ultimately ~e9ige? t~e}

issue.
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BY
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ALLIED" CORPORATIOfl

TODAY, I'M GOING TO GIVE YOU A BRIEF OUTLINE OF 111

NEW REEXAMINATlONSTATUTE AND RULES, IT WILLBE BRIEF BECAUSE

THE RULES"JUST RECENTLY CAME INTO EFFECT AND OUR EXPERIEN"cE

WITH THEM AT THIS POINT IS QUiTE LIMITED, f1y REMARKS ABOUT

REISSUE UNDER 111E DANN AMENDMENTS WILL BE LIMITED BECAUSE OF

EXPECTED CHANGES RESULTING FROM ADOPTING REEXAMINATION.

BASICALLY, THE NEW REEXAMINATION RULES AMOUNT TO A

REOPENING OF THE EX-PARTE EXMllNATlON OF A PATENT WHICH LED

TO THE ORIGINAL ISSUANCE OF THE PATENT, REEXAMINATION CAN B

PROVOKED EITHER BY THE PATENTEE OR ANY THIRD PARTY UPON PA'fM"ENT

OF A $1,500 FEE AND 111E FILING OF A PROPER REQUEST FORREEXAI1INA-

TlON, THE PROCEEDINGS ARE EX-PARTE IN NATURE AND ARE STRICTLY

LIMITED TO CONSIDERATION OF PATENTS AND" PRINTED PUBLICATIONS

WHICH RAISE A SUBSTANTIAL NEW ISSUE "OF PATENTABILITY,

REEXA~lINATIOItAimREISSUE. RULES~
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ON THE OTHER.HAND, REISSUE PROCEEDINGS ARE OPEN TO

THIRD PARTIES IN THE SENSE THAT THOSE PARTIES HAVE ACCESS TO,

AND CAN PARTICIPATE IN,ORAI.JHEARINGS;SUBMlT BRIEFS AND OTHER

RELEVANT DOCUMENTS. ALso,. OTHER ISSUES, SUCH AS PUBLIC USE OR

SALE OR FRAUD, CAN BE CONSIDERED IN A REISSUE PROCEEDING,

THE REEXAMINATION RUL.ES. ARE BUILT ON THE PREMISE THAT

THE PATENT OFFICE GENERALLY DOES A GOOD JOB OF EXAMINATION

WHEN THE EXAMINER HAS THE ART AS REFLECTED IN PRINTED PUBLICA-

TIONS AND PATENTS BEFORE HIM. THEY WERE DESIGNED TO PROVIDE

A RELATJVE.LY CHEAP ,pROCEDURE TO· ENABLE THE PATENT OFFICETO

CONS IllER REFER.ENCES DISCOVERED. AFJERTH EI SSUi\NCE OFA.PAl;ENT

AND PRIOR TO,E)(PI?N§LY.E. LIJIGATI(lN.. IT HAS BEEN NOTED, Tt:lAT:

WHERETH.E. PATENTQFFICE HAS THE BEST..ART BEFORE IT, mE;

AFFIRMAIION, RATE IS APPROXIMATELY]5%,AT' THE.COURT OF APPEALS,

LEVEL.

SOWESEETH.ATTH EREEXAMINATIQN-: RULES ARE BASICALLY

DESIGNED TO ENABLE,!'. PATf;NTEE, QR,ANYONE FORTHAT,MAFER~ TO

GET. ANoTHER CHAN.CE AT AN EXAMINATION LN THEPATENTQFFICE O.N THE

BASJS OF NEW PATENTS OR PUB.LI CATIONS P~ESENTI Nfl.A. SUBSTANTIAL

-NEW ,ISSUE OF PATENIAlHLITYAND WH IC.H WERE NOT BEFORE THE

EXAMINER, ,I N.THE. cOURS EOFTH E ORLGINALEXAM.I NATION,

Now-,. . WHAT ARETH E .RULES . ABOUT AND WHAT IS.TH E

PROCEDURE OF REEXAMINATIONANPWHATJS THE. RELATIONSHIP TO THE.

CURRENT REISSUE/PROTEST PROCEEDINGS?
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TIjE BASIC REEXAMINATION STATUTE, PUBLI CLAW No •. 95-157,

ENACTED DECEMBER 12, 1980, MANDATED THAT IT BECOME EFF~CIIXE

JULY L 1981. THE RULES AHEARIN~WAS

HELD EARLY. IN 1981. As A RESULT! R,EEXAMI RULES W.ERE

PLACE ON JULY.L.l981.JHEYDONOTSUPERSEDE THE.. CURRENT

REISSUE/PROTEST RULES WHICIj' REMAIN I.N, EFFECT; HOWEVE~J T(lE

PATENT OFFICE IS .. EXPECTED TO MODIfY THESE RUL.ES TO ,ELIMINATE

REISSUANCE OFA PATE~TSOLE4Y ON<CITATl,ON 0kPR;IOR ,ART, AND.

TO CURTAIL PROTESIPRPCEEDING.S, ByELI.MI NAT 1NG;INTE.R~PARTES

PRACTICEh

W(lAT ARE SOME OF TIiEFEATURES. pF THE ,NEW RULES? THE

PATENT .OFFICE :DOES NOTCONIEMPLAIE; A·<:ADREpF. REEXAMINATI

EXAMl NERS';, RATHER, ,IT ,ENV+S+ONS THALTH EREEXAM INA:I:ION
~ ',.' .' •. ' " .. , .... .. '. '00' ',.' '.' ' ",,', '.0 .. " ,', .. ,,' ,', ,,', '. " ,,', ••• _.,f. .. .";:"',,

BE HANDLED BY THE EXAMINER WHO~.~RES,P;QNS)BLEFOft: TIjAT.ARTAT,

THE TIMETH.EREEXAMINATION REQUEST IS MADE.;,;THE PATENT OFFICE

ALSO CONTEMPLATES, THA;TTHE REIS~UE REEXAM INATIONe, WtLLB,~

ES SENTIALLYEX~PARTE,INNATURE,ALTHQUGH I.WJLLHAVE MQR E TO

SAY ON THAT LATER. ,QTHERGENERAL OBS.ERVATIONS, REGARDING "TH.E

REEXAMINATIQN.PRO<:~EDI'NGS , INCLLJDJ:;:;

1. THE, ~XAMI tiER WHQNQRMALLY HANDLES TIjE ART WH ERE THE

APPLICATION ISCLASSJFJEDJN IT lALLY,DETERM INESWH ETH ERA

SUB STANTI.ALN~WQUESTION PF:PATENTABILl niEX ISIS. i JH ISCPULD

WEL4,BETHE, EXAMINER.WHO I~JTIALLY ALLOW. ED TH.E CASE.
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2, THE REEXAMINATION FILEIS OPEN FOR INSPECTION AT

ALL TIMES,

3, No CLAIMS MAY BE BROADENED •

4, '.. ALL CLAIMS WILLBE SUBJECT TO REEXAMINATION AND

THE EXAMINER MAY SEARCH FOR OTHERRELEYANT PRIOR ART IN

ADDITION TO THAT CITED BY THE REQUESTOR,

5, ONCE INITIATED; THE REEXAMINATION liUll GO TO

COMPLETION UNLESS THE PROCEEDiNGS ARE STOPPED BY ABANDONNENT

OF THE PATENT, THERE ARE NO CONTINUA'rioNs,'CIP'sOR OTHER

CONTI NUl NG APPLI CATION DEYI CES FOR EXTEND I NG THE PROCEEDiNGS.

THEREFORE, THE PATENTEE MUSTllE SURE TO GET Al.L OF THE ISSUES

FRAMED PROMPTLY, THUS,ONCE INIHATEDJTHEREEXAM INAT I ON

PROCEDURE CANNOT BE WITHDRAWN- AS<OPPOSED TO A REISSuE .

PROCEEDING, WHICH CAN'BE'WITHIlRAWN.

6, THE PATENT OFFICE CONTEMPLATES THE NORMAL NUMBER

OF ACTIONS TO GET: To'A FINAl. FRAMING OF THE IssUEs,

7; CITATIONS IN<THE pATENT FILE SUBMITTED PRIOR TO

AN ORDER OF REEXAMINATIONW ILL BE coNs IDERED , CITATIoNs

INCLUDING lTENS OTH lOR THAN PATENTS AND PRINTED PUBLICATIONS

WILl. NOT BE ENTEREDfNTHE PATENT FILE, IN ORDER TO BE

CONSIDERED; 'rCITEDREFERENCES" MUSTllE'FILEDllYTHE DATE OF

THEREEXAM INATION ORDER. HOWEVER/REEXAMINATION REQUESts \'I Il.L)

BE CONS IDEREIl <AT ANY TIME BY ADDlTIONALPARTIESj ANDSEYERAL'

REEXAMINATION REQUESTS MAY BE CONSOLIDATED WITH OTHERS, CO-

PENDING REEXAMINATION REQUESTS WILL
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8, THE I NITIAL DETERMINATION I s. EXPECTED TO:B E MADE

WITHI N THREE MONTHS, OF REQUEST, ANDREEXAMI NATION IS EXpEqE,P:

TO BE RELAHVELY CONDENSED,

9 , WHILE THE PATENTEE NEED ,NOT ALLEGEJHATJHECL,,'IMS

ARE I NVALm, THE'REQUESTOR MUST STATE PERT I NENCY.AND.APPLI

CABILITY TO THE PATENT AND THE BEARING THAT THE' C1TED PRIOR

ART HAS 'ON THE:PATENTABILITY OF AT LEASTONECLA1Mi

10, CITATIONS MAY BE SUBMITTED WITHOUT ANY IDENTI,FtCA,"

TION OF 'THE PERSON MAK1NG THE SUBMISSION) BUTA'iCOPVMUST BE

SERVED ON THE pATENT OWNER. AWENGLISH LANGUAGE TRANSLATION

OF AN'''' NON-ENGLISH LANGUAGE PATENTOR PUBLICATION CITED MUST,.

BE PROVtDED,

11 , THE ATTORNEY OR' AGENTHAV I'NG':POWER.OF)ATTORN EY'ORT

ACTING IN AREpRE5ENTATlVE 'CAPAC ITVMAY F LLETHE',REQUEST FOR

REEXAMINATION IF HE IDENTIFIES: THE PARTY ON,WHOSE,BEHALF<THE

REQUEST IS:FILED,

)GENERALLVSPEAKINGFTH E ,FLOWOFHHE REEXAMINATION:'

PROCEEDINGS WILL BE AS FOLLOWS:

1,ANY: PERSON MATFILECITATlONSU OF: REFERENCES I N

THE FILEtOF'AA'PATENT. HOWEVERPSUCH CITATIONS WOULD NOT

NORMALLY BE CONSIDERED BY THE PATENT OFFICE UNLESS A REQUEST'

FOR REEXAMINATION ACCOMPANI EDEY THE PROPER FEElS MADE,
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2. ANY' PERSON'MAY FILE kREQUEST FOR REEXAI1lNATlON,

INCLUDING CnATlONOF' REFERENCES', UPON PAYMENFOF$1,5QO. IF

TIiE REQUESTOR IS NOT THE PATENT OWNER" HE MUSTiSERVE·'A COPY OF

THE REQUEST ON TIiEPATENTOWNER.

3. THE NOTICE OFTHE REQUEST IS <PUBLISHED. IN THE

OFFICIAL GAZETTE (Q.G,)PRFOR TO·DETERMINATION. BY THE PATENT

OFFICE AS TO WHETHER TIiERE"IS A SUBSTANTJAl NEW QUESTION OF

PATENTAB ILITY.

4. THEREAFTER, THE PATENTOFF ICEMAKESTHE<DETcERM INA~

TION· OFWHETIiER THERE<IS "ASUBSTANTIAL<NEW QUESTION'OF '.Pi\TEN,TT

AS I U TY". IFTHEANSW ER Is/'NO",; ,A PORTION'OFTHE$J.'rSOO, F,E.E

IS RETURNED TO THE REQUESTOR. IF THE ANSWER IS "YES"JiTHE

NOTl CE OF TA EORDERISPUBLISHEDIN THE 0

5. FOl..1..0WINGTIiE ORDER,THE PATENTELMAYSUBMIT.A

STATEMENTANDAMENDTIiE CLAIMS IF HE CHOOSES.

6. IF THE PATENTEE IS NOT THE REQUESTOR AND THE

PATENTEE SUBMITS/A STATEMENT, THE',REQUESTOR HAS A 'TWO/MONTH

PERIOD TO REPLY TO SAID STATEMENT,

7. THE<PATENFOFFI CE' THEN .CONS IDERS TH E'·.STATEMENT

AND RESPONSES AND PROCEEDSWITH;AtfEX~PARTE RE.EXAMINATION·

PROCEEDING.

THEORETICALLY, IF TIiE REQUESTOR IS NOT, THE PATENTEE"

HE HAS NO FURTHER PARTICIPATION IN THE PROCEEDINGS, WHICH ARE

CONDUCTED ESSENTIALLY BETWEEN THE EXAMINER AND THE PATENTEE.
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-7-

THE PROCEEDINGS. THEREAFTER WILL B.E GENERALLY. THE SAM.E AS IN THE

CASE .OF .ANORIGINAL APPLICATION, INCLUD.ING APPEALS., IF TH.E
, '"., ...,'...... ,."",',', ....".. ',- ' ..'- .. " ."", .'" .. .. .. ,,', -'"

APpEAL AFTERREEXAM.I N",TlON,ON THE MER ITS,

I.F. TH. E PATENT OFFICE CONCLUDES THAT SQME.
.... ". ".' .. .. ., .... ,_ ,', . .", .. >', ,,' .. '. ',..' ",'n" , , -: ,

OF ADVERSEDEC.ISION.ON

IT.B ECOMESABANDONED,

OR ALL OF THE CLAIMS ARE ALLOWABLE, A CERTIFICATE TO. THAT EFFECT," ".. .. ' ' ',- " """ ," , -' ; , "." - '-. '

WILL BE ISSUED.

REQUESTOR IS SOMEONE OTHER THAN THE PATENTEE, HOWEVER, THAT....+ ~.. . %.... • ..: "d ~. • d '. . '

PARTY WILL BE SENT COPIES OF THE OFFICE AcHoNS'ANO' RESPONS.I

THERETO, INTERVIEWS WILL BE ALLOWED, BUT A COMPLETE WRITTEN
:, "",'" .. ', -.,..... '.' " ',', .-,.:. '. ," '" ',,'.,', ", .. " ,-"., "--', -,-', , ....-

STATEMENT OF THE REASONS PRESENTED AT THE INTERVIEW MUST. BE

FILED BY THE PATENTEE,

IF THE PATENT OFFICE, NAMELY THE EXAMINER, REF.uSES

R.EEXAMINATION ON THE BASIS THAT THERE IS NO SUBSTANTIAL NEW

QUESTION OF PATENTABILITY, THE REQUESTOR'S ONLY RECOURSE IS

TO PETITION THE COMMISSIONER WITHIN ONE MONTH,

8, ALTHOUGH THE COMMISSIONER IS EMPOWERED TO INITIATE

REEXAMINATION WITHOUT A REQUEST, THE PATENT OFFICE .DOES NOT
;.,.~," .." .", , ,' .. '--" .. -, .. .. , .. , .. ;--;- >;'

CONTEMpLATE THAT THIS WILL BE DONE, EXCEPT IN RARE CASES, IN

ANY EVENT, THE COMMISSIONER, .AS A GENERAL PROPOSITION, .WILL

NOT ACT ON REFERENCES MERELY CITED WITHOUT A REQUEST FOR

REEXAMINATION, IN FACT, THE EXAMINER \'iILL GENERALLY NOT HAVE%

THE REFERENCES BROUGHT TO HIS ATTENTION,

9! IF REEXAMINATION IS ORDERED BY. DECISION ON PETITION,

A DIFFERENT EXAMINER WILL ORDI~ARILY CONDUCT THE REEXAMiNATION,

10, IF THE PATENT IS FINALLY REJECTED OR IS THESUBJECT .

·'
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THE PATENT OFFICE HAS INDICATED A NUMBER OF CONSIDERATIONS

THAT WILL BE TAKEN INTO ACCOUNT IN ITS DETERMINATION OF WHETHER A

SUBSTANTIAL NEW QUESTION OF PATENTABILITY IS RAISED. AT THE

OUTSET, THEY NOTE THAT THE SCOPE OF THE PHRASE "SUBSTANTiAL NEW

QUESTION OF PATENTABILITY" HAS NOT BEEN DEFINED AND WILL BE

DEVELOPED ON A CASE-BY-CASE BAS IS. HOWEVER, SOME OF TH

CONSIDERATIONS INCLUDE:

1. A REVIEW OF THE RELEVANCE OF THE CITED PATENTS AND

PUBLICATIONS TO THE PATENTABILITY OF AT LEAST ONE CLAIM,

2. THE SIMILARITIES AND DIFFERENCES' BETWEEN THE CITED

PRIOR ART AND PRIOR ART PREVIOUSLY OF RECORD.

3. DETERMINATION AS TO WHETHER A FOREIGN PATENT OFFICE

HAS USED THE SAME PRIOR ART TO REJECT THE SAME OR SIMILAR CLAIMS.

4. CONS IDERATION OF WHETHER A U.S. OR FORE I GN COURT HAS

INVALIDATED THE PATENT CLAIMS ON THE SAME OR SIMILAR PRIOR ART.

5. CONSIDERATION OF WHETHER THE PATENT OFFICE HAS USED

THE SAME PRIOR ART TO REJECT THE SAME OR SIMILAR CLAIMS IN A

SIMILAR APPLICATION.

6. CONSIDERATION OF WHETHER MATERIAL NEW ARGUMENTS OR

INTERPRETATIONS ARE RAISED AS TO' PATENTS OR PUBLICATIONS

PREVIOUSLY CONSIDERED BY THE PATENT OFFICE,

REGARD I NG OTH ER CONCURR ENT PROCEED I NGS, TH E RULES

REQUIRE THATTHE PATENT OWNER IN A REEXAMINATION SHALL CALL to

THE ATTENTION OF THE PATENT OFFICE ANY PRIOR OR CONCURRENT
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-9-

PROCEEP1NGS1NYOLVINGTHEPATENT' )FTHE PATENT IS 2PR J;lECOMES

INVOlVED,I NAN INl(E~FEREt'!CE2PRPCEpDI N?.', A)lEISS UE,RROCEEDING

ORA ,llcTlGATlONi·THECOMMI·SSIONER WIll DECIDEWHICH"OFFICE ".,
.:.: :>;::;'0':;':'00'_';' ,~/:~,:;,,:,;-' .--- ' _. , ',' - " -',,' , . .' ,,' , .. , , .t.:': _':L',;:__ :,__',,'o_;__~_'::::_,_ ,,, :_~::,,::_"" :_:,:,_,:-:_,~.':,,,,_::_;:':;,:L:;;-<!'::_"~'_"""M_'

PROCEED It'!G., TP/STAY,i ,IF ·.l(Jci,ERE'i\~EI'10RE THAt'! "Ot'!E REpMtr1 I NAT! PUi
PROCEEDJt'!G.S CpNCcERt'!IN? l(Jci.EcS.i\tr1§cPATENTiC THpX,WILL, GENERA.llY Bpe

COMBINED. T

OKAy .cc!JOWTHAl( YOUMEcA4l E)(pERl(S, 'IN"l(H E REEXAt1J NAr i ON

P,ROCEED It'!GS i 1'.\'IOOlDUKE l(OG lYE XOU,$OME FOPPFORJ TJci0U,?JciTl(O

TAKE HOME,W ITH;cYOIJ. \~JciEt'! 'ONE $TARl(SJJ9TH'! Ni<c MOUJ', T.APJ ~S~,

BEliE,ARAl(ENTEE'OR .APol(Et'!TlA4 INfBI NGER20~}1.lF,EN$;EE,c A #1JMJ;l,ER

OF INTRIGUING. PQ$SlJ;lll.lIIES ARISE;)

IEd, AM, A 'RAT ENT EE BEJNG··S.UB JcECrED,· TO ,A ,REE'XA~H,NArlON
,,' " • "-.,. '",' " -".',. '- "- _ .. ,'-,.- ,- .• ,,,.,, _'_ .,.•.•.. " , ..:.',' -,-,', .. -" 'r' ,\ ,'-\i, -.'.: ,,'-", i",,) ,,;,. ,

REQUESTED BY A THIRD PARTY, DO I IGNORE HIM OR DRAGH,c);1r1icWTO ,-[liE

PROCEEDINGS'? /ON,THE,ONcEHAND; THE; Htr1It'i.?i,rSj'l(dGHT i!'it'!D .THE PRO

CEED I NGS,cDOe NOr lEND. THcEMS'ElVES;,TP; QPPPS,I;t'!G' ,.(><RGiJMENTS; •... ,OH;THcE,

OTHER;:HAND,:; :I'F ·j;.CAN: SET, HJS.(><RGIJtr1ENTS,Up.(><Np; :JH,EN!(DJ',SP:.(><J;CH THp'1,

I AM PROBABlYi'B,EJTEjl,JOF,Ei .IN;.ASUBSEQU,ENT; ).i'ITIGATcIPt'!"JS) N,C.E HE 'is;

HAD: AS 'MUCH' OF: H}SDAYJNCPU.RT 'As,I m<SnAB,LE, Tg"GI:YE H,IM,

2. As, A, PI'-T:ENTEE, J:F l::F,INR'BE.'ITER :I'-(\T/DO MER,EI.Y,x;

CITE I'Ty' ;KNOW lNG' TH E,,:PAJENT, OFFI CE" WJl.l.: NO",: ACT; ON;IT i ',OR
__ " .- ........ ,. " ,.,., '"._" __ ","_"_' ,_., ..'w , .__" __,_' __ ", __ ", _,~."_._, ,•. _ .. ,_.,,' ',,_ '_' ._.\,., .. ,'

REQUEST REEXAMINAJ\QNf' IF,lDQN:l(xR;EQUEsT ,REEJ<AMlt'!Al)Ot'!C t.R.UN

THE,R l.SiKTHAT A: POTENT IAI.;DEFENDANTI:IHO :ORDERS;,;UP TH'E EI:lE

HIS TORY. WIll. ::FIND',THES E'C ITI\TIONs.' ;AND ;B'E..<8:E leN F:ORQED.:I N",H

BElIEF THAT MY PATENT IS INVAlID,

-lp7-
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'As C"A POTENT IAL"DEFENDANT)f'F'!'CClME VA'CR'OSSBETTER,'

ART, i'nc(i! REQUEST REEXAM INAT ION)OR'DCI'!FMEREbY /SIT'ori.f 'THE

REFERENCES "'AND'AN'OPr'NI'ON THAT THEY lRENDER:iTHEREbEVANT leLAI MS

INvALIDT IF'THE PATENTEE FffiDS'OUTABOUT'MY INFRINGEMENT)'!"

WI LLFoReE'My'HANDAND! W[bLPRoBABI.YiB'E STubk,w I'TH REEXAM"

INATION ANYWAY,

41" 'AS"AJpOTENTlAi.i'DEFENDANT)AMcT I3ETfERV'OFF'TOSTAY

AWAYFR'Or'VrH E'PATENT' OFFl CECIN THE 'lBAs ISYTHAf.I[/lOAN 'T iGEfVK'FAfR

SHAKE'Ifi'AN' EXC.pARTE' PROCEEDING IN )(iSYSTEM BIASEDVIN'iFAVOR OF'

ALLOWANC'E?' ALSO) I HOI'PDoi'l"FliusH ouFdTHER PoTENTlALI5EFENSES,

SUCH AS PRIOR PUBLIC USE, COMMERCIAL sALE, FRAU!5'/ETC. IN Ai

iifE'EXAM'I'NATION ,p ROCE'EOING'THAroNIi'r'CClNSIOERS pATENTS AND

PUBLICA'rr'O'NsT'",

S, WsA"PATENTEE) 'DO [.ico FORREEXAMINAHC)N ORC"RE'ISSOE?"

REEXlAM'{NATIClNiSiiGENERAU.Yi 'EAsiI'ER'THAN REISSUE)·.! PARi!" IC:ULARLv'"

;~itTH PR'btES'TORS/1l 0'1' 'RErS su'E/Ai.!i.!OWSME foe, BROADENtHE, eLM MS'

IF"l' GEf'BAck'io .!THE' PATEN1'·"OFFTdw ftH IN' 'TWO.' YEARS;l

. i6/!As'TH'E PATENTEE, 'AM'P!GUj'L'TYOF"FRAIJb' IF'!' REQUES Tii .

REEXAMIfiATION 'KNowtNc 'ClFOTH ERBAR'STOpAf'ENrAl3I LlTY, SlJCH AS

PUBLIC 'USETOR iSALE:,'! WH'ICHdoULD'BE"CONS'l'DEREDnI NFAREISSUE!

PR'OCEED I'NG)BUt"'NOT 'IN if;'IREExAr-itNAr ITON iPRoCn'DliNG?

in FAs k·POTENfTAL2iDEFENI5ANT, FDo'n!'ASK iTH E PATENTEE 'TO

REQUEST REISSUE cOR·' REEXAMI NAt,1 ON'; fN :LIEU'OF/.MYF:REQUESTI NGC'

REEXAMINAHON?

-10-
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8. As A POTENTIAL DEFENDANT, HOW DO I GET THE PATENT

OFFICE'S ATTENTION REGARDING,THE)SCOPE·OF,THE·CLAl:MS VERSUS MY

DEVICE, SINCE THE PATENT,OFFICEDOES NOTORDINARILY"CONS1DER THIS?

9. IF A LICENSE IS AVAILABLE FROM THE PATENTEE, SHOULD

GELAl.d CENSE, AND THEN REQU.EST REEXAMINAUON?, CONVERSELY", ,AS

THE PATENTEE" CAN 1 ASK,FoW A, REPRESENTATION"BY :[HE ,L1,CENsEE

THAT HE IS NOT,AWAREOF,. ANY, PRIOR, ART, ETC.;) WliIClicQ,UL:D ,pRQV,IDE

THE BAS IS FOR A REEXAMINATION 01' REISSUE?

10. IF MY PATENT WAS HELD'iNVAl.ID IN A FEDERAL COURT,

CAN I GET IT REVIVED BY THE PATENT OFFICE VIA A REEXAMINATION

PROCEEDING WITH AMENDMENTS TO NARROW THE CLAIMS?'

Ih-As A POTENTIAL DEFENDANT, HOW bb/'!UDEAL'WITH AN'"

INVITAUONBY A PATENTEE TO PARTICIPATE,IN'AREISSUE"OR

REEXAMINATION PROCEEDING? '!

12. [:F'TH'E ;PATENT ',OFFICE' FINDS A iSUBSTANUALiiNEW

QUES'TIONOFPATENTABIUTY); SHOULD ,[:;, AS THE PATENTEE)uFILE'. A

RESPONSE"BEFORE,,[,SEE THE, REJECTlON"AND. RUN: THE,RISKOF"MAKING

CONCESSIONSANDADMISS IONS NOT REALLY NECESSARY, OR, DO"LSAY

NOTH I NG PEND I NG REC.E1PT,OF 'THE ,.FlRSTACTION?,

13. Is ,TH E,DoCTRINE "QF, MUNCI E' ,GEAR REGARD! NG ,NE\'i"MATTER

APPLICABLE TO REEXAMINED ,PATENTS;
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SUMMARY

.e.

correction are

and some problems ands y s t.ems ar-e introduced in some detail

solutions concerning th~Japanese

trials for in~alidation 9f patent and for

d i s cuss ed,

J;t is concluded that the Japanese counterpart systems,

eipeciaLly t.he pre-grant opposition system, are useful to give

an inventor a proper protection on his invention and to relieve

a third party from an undue restraint resulting from a partly

or totally invali4_pateryt~

I. INTRODUCTION

A survey is made on the J ePenoec counterpart systems of

the Uni t.ed States reexamination and reissue. The Japanese

In oonnect.Lon with the new Unites States statute for re

exemf.nat.Lon, which came into force on .IuLy 1, 1,981, one said

"I'he pr-Lmar-y. pur'po s e of r-eexamt.nat.Lon p r-o c edur-e is to offer a

v Lab.Le , pr-a c t.Loa L pr-ocedur-e to upgrade the 9uality and

r-e.L'i.ab.i.Ldt.y of Unites "St,~t-es pat.enc s wLt.hout, unduly. burdening

inventors with c ompLi.c a t.e d and e~pensi:ve procedures such as

the opposition proceeding used in other countries. The

pr-o cedur-e i,Scl~;?igr;t~A- t():foc~s. th~ reexamination on only those

p a't.errt.a hav:i'~KdeD:l()n~trat~dcommerc:ial.importance . II.

The UnLt.ad St at.es . Patent Laws and Rules aLeo provide as

the s yet.ems for upgr-ado.ng "th~ qu~l,i,ty ()f the, p at.cnt.s , Reissue

(35 USC 251. and 252), Protests by Public ( 37 CFR 1.291) and

Public Use Proceedings (37 CFR 1.292) in addition to the



Reexamination (35 USC 301 to 307) above referred to.

In this presentation, a discussion will be made on the

Japanese counterpart systems of::'the U~:ite~r'St:at'~~ reex:'a;m:i'tt,:a.ti'~n

and reissue especially with respect '''to: "T;r:{~l 'F~r In'vaii'dati'on

of Patent and Trial For C~~:re~tion, the main .Lap'an'e'ae

counterpart systems. The ~ former is 'used to inviiLUiate ali

issued patent and the ia:tter is used to correct an 'Lss ued

II. THE JAPANESE COUNTERPART SYSTEMS

lems involved will also' be

the problems.

solely within the Japanese pat'ent'

b'oth sy~t~ms: arid k"o:rile' nota.'blg pr-ob-,

discusse(.f··~:ith 'i:,brii'e 'r-es o Lut.Lons:

The operation ofoffice.

patent. These are handled

We in Japan have, prior to patent-grant, Oppositions To

Grant of Patetns (S~~tion 55) 'i~ combination with Publicat'::Lon

of Applications ('Seciiti'n 51 )"1;0 upgra'd.{: the'::;qt"t'al'Lt~ 'Sf ;p:a~e';rif~.

After the p~tent-gr~~t, w~ have ;f~iai ~yst'ems: to;,"rtlva:l:ia'ate{' or

correct the patents so issued. "The~~f:o'~'e>:the .Lapaneaeisy s-t ems

will be easily u~derstood If they ':are":"di'v'fde'd Lnt.o two group's',

pre-grant systems a~d;;po'st:--'g~~kt sykteni,s'.

a) 'P;~e-:g~ant'~yst~:ril'~

When a patent applig~t:loriik published aI1d;::t:he~khavebeeii

found some reasons for ;:re'fu'~'a'i' (s~cti8ri '49) oveLooke d 'by an

examiner, oppos Lt.Lon 'to: the grant o'£" a patent may be filed

within two mo~t'li~' from the phbi'i'catl'6n' of" 'th"e:' appllcalt6h to
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First, it ehouI'd' be no'tediand evi.dent.vf eomv t.he c ompa.r-d son;

b e't.ween Se'dt.Lon 49 'an'd ' Sub's-eccd-orr (1) of Section 5:5:, that one:

c an not file an opposition on some formal grounds. sucbie.s .rt.be'c

an . ordinary examiner';' may 'reject at.he rpub.Ltshed.: app Ld c'au.ison

oppo'si.t.Lonsi' 'm:a;y' 'be f'dLe d by any;p'e':rs'on', c ompa r-e d with c"a,

an t'rtt.e r-es t.e'dv.p ar-t.y .'-" The'oppds'ition-: -pr-ocedur-e is b a s Le a Lyotan

Second,

and that, the
t

formuva

than 'one- 'vdn ve'rrt.Lon ,

a 'required

more

not - wr'i:t'te;'n "iIiisc La'Lma

appli'cat-:L"on 'c'ont.af.ris

ex p'ar-t.e procedure':,:'i'though,'the opponent a nd-t a'ppl.Lc an.t.. exchange

thefr- i views ':andarguments:::via the patent o f-fit.c e,- .I'he e,x:a'miner,;~J;:'

demah'dahi. of"a':i:;--:r'i'al fbi'; 'Lnv a Ld.dat i.on .of -a-cpat.errt -wborhaa 't-oohe

b a s edvon a' 'pr-Lor- krt"the opponent 'f L'Le d 'cbmhined::-with:the,iohe

he Eourid ,

Pre-grant opposition procedure is more useful than:' ,';trials

for ':iIiva;li:d.l't'in; of 'p~a::be;ilt's:j o'nev'of the:post":"'graht'''~'pr6cedu;rEfs,

in tha:t ii:':can,,'-pre'verit "iriexpenafve Ly at "an: ,'ear;ly:;'stage,,::an -Lri-i

valid patent from being granted, arid th,is"''-sortLet'imes.!;bri'ng-siab.1

out an earlier legal stahlTi'ty' of't-pa't.errt.s' , The current law of

f r-omtb'e'f ngvunduLy- de Laved .

The request' for examination program {Sec t i.ons 48":':2 arid

Lndd c'atid'on 'of "e v-i-dence vjset. forth! in the oppo s Lt.Lon' (Section

'I'hd.s- pr-ov La.i.ori

801th~ugh;it'-':is -wor-t.hwh.l Le :'0(:;'6': not.Lfy .- the

A"fte:r ':thi's time limit, the opponent c-an vnot-' off::i£c'i:aTy

facilitates opposition proceedings 't'O"'preverit,patent g r ant.Lngs

56) .

evi.derrce to' the e xamLner- Ln' 'othe'r meens-',

48-j-)'j.!dtroctuced'hy" the:: 1970ameridnient together with 'theuey s t.emr

of LayLngcoperr 'of""appti'c'abion's (Secti6ri 65-2') 'c'orrt.r-LbutreeEo an'

subIIli:t "newr'evLde'nce.s,

1959 Tir:escribes: a time' limit;th 'amend the' i-eaeone .andZor-
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pa'tent. o f fd.ce may conccnt.r-uce t',I1.i,~r"yxa-wi,nai,ton on

early grant

becaliset'he

.o f". 'commercially Lmpor-Lan.t, Lnvent.Lons , This is

those -ihventions.

by a,o,

fi,na..:J.-

of; .pr'.e-' e x am Lnat.Lon

again,.$texaminer ' s

There are t.wo more: systems Lnt.r-oduced by, the same

amendment', that is the- .pr-e.Eer-ent.LaL or acceLer-at.ed examination

system '{Sect.Lon 48...,.6) and .t.he system

or-Lgd na L examiner in case of .a trial

f.or,

~;aFly

decision of refusal (Section 16L:--Z}:,. These s yet.ems may

f ac LLd at.e the pr-o.ce e d Lngs .rof pat.ent. app Li.c at.Lon s

commercially importaht inventions and p~:rmit an

ut.LjLzatid-oni of patent, r-Lgfrt.s .ton auch .Lnvent.Lons ,

·;The', pr-ogr-am of: .pr-eaerrt.a t.Lon. of information was a Lso

introduced by the 1970 rule amendment for the same purp9?e,

(Rul,,13~2).

T,ahle"l shows statistics c once.r-n.i.ng number-s of .pat.e nt, .and

ut.d I.Ltiy model app.Ld.ca t.Lons , Tables 2 and 3, oppcs Lt.Lone , and

Table:4 r-eque s t-sv-for- examdnat.Lonj

b) ~Q~t~grant system$

We::inJ;apan h ave, as,.:p9§t-gtant;"systews:,: Trial' Eor-vEnva Lj-.

d a't.Lon of". Pa t.ent-, T:r;i:al .Por- Cor-r-ec t.Lon ,the,l,~t.t,erbei,ng,tl.~u,al,:

ly demamded a s, a .de.fenae-i.a g.a.Ln s t, a t.r-t a L Eor- LnvaLidat.Lon of

patent, and ·Tr,ial Fpr:"Inyalidat:ion of .Cor-r-e ct.Lon., The.. Laet.-,

mentioned trial d-s demanded when .t.he c or-r-e ct.Lon has bee rt .made

v Lo Lat.L ve of the .at.at.ut.or-y r-equtr-ement.s .

In addition to the above trials, .t.her-e. are two ot.he r

t.r-La Le , t.hat. d.e .Pr-La L Ag<iiI).,~t Exam.l.ne r-.' s Final, Decision of
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't.r-La'L exam Lner-s or: "exam t ner-se Ln-cch.Let'" not 1:.lY ordinary

examiners, (Section 136 )" a:Lth.oug~ the or-LgLna L or-dLriar-y

e x am Lne.r- examines the appLjc at.Lon in case the aIJPlic:ant:, filed

an amen:dmentin tibe . t.r-LaL <against.exam~n~rls final .dec LssLon of

refusal. There·were,22qtr,ial e xami ne r-s v.Ln ~989 whi.ch f()~m~,a

kind .to f "Bc ar-d of:A,ppeals" in the patent, o Et Lce . 'Ehe .t r-LaLe

are conduct.ed by a pane l, of, .t.hr-ee ~riC1.~ e x am Lner-s , A trial

decision may .b.o appealed.,.to.the:.To,kyo High Court (Bec t.Lon .178),

and fur-t.bervf r-om-Ehe c ou.r-t.c.t.o :the"SupremeC,our;t,.

The 'I'oky'o, .Hf.gh Court is one of the e"ight h~gh courts

located in. major cities, of· J'f'l,panand has an. exclusive

jurisdiction over-. dec Ls Lon s-. ren,cler~d"J:>Y:k~e trial examiners or

"Boar-dv.ofv-Appe a Ls." of the::patent: office, but d.oe~."not.look a-t;

new .. ..evLde nces whd ch were not pr-eaerrt.e d oef'or-e .t.he trial

e.xamd-ne r-a-, The, .c a ae. are:u.sua.l:ly .hear-d b.y,t.~r-~e!:jucig'~s_~.;

En .t.he Uni.t.ed-Bt.at.es, t:he"yaliciity of ,a pat.enb. is 9pn.sider:

e d in federal, court:s:and also: jsometi Lme s ,,,,t,I;l. ITe. As.a r-e suLt ,

cour-t-s." judgements, may vary from oneco,urt, to anotqer, Lv e ,

aome.tcour-t.s mayvr-endcr- 'a :decision :thai:, t.he .p atienc ,:1,s.. Lnv a Li.d ,

while: other' c ou'r-Laimayvc.ome .t.o a decision .t.o 'thcrcorrt.r-at.y ,

In .Lapan , the .va-Lf.d.it.y of a p a t.errt. ,is;j~dge..d .admf.nds t.r-a-.

t.LveLyi , .rrot. -judiclal1y,';as -d n 'the United .St.at.e s , in the pe t errt

office. So aspat.ent. if once judgedt,o' be: Lnva.Lf.d in the pat.errt.

o f f' Loe , it wd LLt b eirt.r-ea't-e d as being ,iI1vali,d,:ina~l;.,~,ollrt13,h a nd-.

ling Lnf r-Lngemont. -ac.t.Lons , It." may be saLdv.Lhaf theJapane~e

system of .I'r-La L ",Eor Inval'idation .of Patent Ls: a better, s y st.em

than: ,the ones other c ount.r-Les. have in some r-e e pe c't. , because

first the repetition of, judgement. on t.he v aLd.d.i.Ly ,oX apaten;t
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thecorrectthe

'I'he-s e: are 'called vde f errad.ve - t.r-LaLs .Eo r-

'In 'this' c aae a tsr-La L for c or-r-e c t Lon>: is'

It 'ehou-Id- be k'ept; .LrromLnd.vt.hat. a claim or- claims

r-eques t s

specification or dr-awLngs ' of;' the patent ~

a

concI~sive yet.

c antnot. be"slibst'a:ntia:l1Y:''en'la:rge'c1 'or niodified in the trial, and

further that a Section' '126tric:d:may be demarided everr-.eftrer- the

ext.LnguLshment. of'the patent" hut hot' 'aft.er-vt.he "patent:has:'bee,ri<'

demanded to" remove s'ome defects in the apecLf'dc.abdon. or

dr-aw'[ rigs til" wi'pe",o out a 'f-ear- that the 'pat.ent. is p ar-t.tl.y.. or

in plural courts is uvo Lded, this' mean;s"sav.iitgs -Ln "time and

money 'for the pal"'ties' LnvoLved , s'6-b'alled 'pr-oces s-cecon'omy- from'

thenafion~I'pobit' of 'view', and "second the ira:lid'ity :jud'gemerit<',

is made by't'rlaF ;examin.ers', :L'e.' experts in t.h'eLa'r-t. t.crwhdcb

the lrit'~ntiori. p~~tains,ther'efdr'e','rel:i.'able accordingly.

'Tria] Fh't· Cbr:r~ction {Sec tri.orrs :t.z6"ahd:;T2'8 f.j which maytcb e'

r-efe r-r'ed . to h er-e Lnaft.e r- as Section 126 t.r-LaL';. Ls a>;tr'i'a'l' 'wher-e

~176~

first, to cor-r-ece' 's'ome e'r-r-or-u Lnv tihe descr-Lp't don and/Or 'clarify

ambi'gti6'us atia t eme.nt.a th€fr;e'ln .T'he patent" 'aE't.e r- such:' c or-r-e ct.Lon.

may fpr-everrt 'filings ofbthe'rwise "pdesbb Le :Lnfr- -l ng'ement.r-au t t.s",

It-&ill""al so':- 'exped'i.-t e" '1icen~e 'negof i-ati'i.ons u nder-vt.he t '..pa t.enc',:

These are c:a'lle'd "pos Lt.Lve -tr-LaLe -for- :correctibn ll
• 'l'he'r.eecond

is to put the" specd.t'Lcat.Lon or:::dr~w'irtgs"'-ready'Eo'ro an o'f f e.nseiby.c

an adv'e'rsary- '-'par''£'y \oihen a' trial has been ,filed to; "dnva Ld.dat.e

the patent by that "opponent;" or--":wh'en a -decd'sLono of a;:tri-al to

Lnv a Lf.dat.e ' the pa'tent' tra s been "rendered buu . has n'Ot~' b ec'ome

totally Lnva Lf.dat.ed •
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a n-va.e a errtioo f the .Lj.ccnsee b e f or-e.che ,f,~les:t-.he Sect.Lon 1,26 t.r-La L

(Section 127). When the Section 126 trial has, .been .EL'l.ed , it

is dd s s emdnat.e d in; t.he. ,:offi~ial"_,gaz,e,tt~,,{Sec t.Lon. 19 3 ),0,

Trial :' ,For. ,Inva1idati,o,n, :0£. Cor-r-ect.Lon,. (Sect.Lens 129 and

130), which is referred to hereinafter"as..5ect,ion 1,2,9 1;;rial, is
","",'''1 ,""' """"'" """'" "

used to invalidate the corection permitted' in t.b.e., previous

Sec-t-Lon! l26tria1 a s not. c cmp Ly.ing \;'l.i:th the }?:.ta~utory

r-equLr-emerrts • .whLch are ;pr;Clvid,~d in, Subae c t.Lons l.,~to :3. :,R-.f...

Section:::126;. _

Trial For Invalidation ,of ,a Patent {Sect.Lons :l;-23:,,'Ko 1~,5)

wbLch t.Ls referred rt.oc.he r-e i.na.fb e r' a s Secct.on :12 ~ ;;_tr~a1;,::,:i;s:irli,t:i,-:::,

atse d by' a 't.hd r-d 'party O,Ii pa r-t.Lees whov.warrt; .to:,inval:i-c.lat~ t.he pa-.

tent because of some g r-ounda. or reasons: t.hey have f ou.nd, 'j,(),r:-;

when a hew .gr-cu.ndvoft LnvaLf.dat.Lon has, occur-ed. a,.ft,er, ;th~;i-grant

of 'the pat.enta.f SectionlZ3 j.

The grounds ". for' .Lnv a Lf.dat.Lon. :,t;hat m<~"Y' be used ar-e a_~'j

follows, (See Section::123 ,for:,det,a:ils:L:

1. When the invention is anticipated "or ob,yi9,l.l._~ Er-om a..

pr-Lorva.r-t, publication or pubLdc at.Lons. .LncLus.Lve: prior

use and .pr-Lor- lcnow.Le dge;

2. When the inyention,.:is,,:a->'statut,or'Y unpatie nt.ab Le.;

,3.' -wben jo±nt: -Lnvent.or-e.vor; c o-cappLd.ca nt.s-vd.i.d not ",f;L.'l:.e, t.he.

application jontly:when it wast t.he case:;

4,.' When:.:the Lnvent.Lonid.s. .t.he same as the Lnverrt.Lon cLa Lm

e dc.Ln va n e ar-Ld er-of'dLed application;

Sio When,. the invention is .dd s c Lo s ed.. in an .ear-Lt.e r- f t.Led

appLd c at.Lon , -pr-c.vLded the Lnvent.Lve i e nt.Lt.Le e .and,,~ppli~

cants: a ne.... dff f enencc.v.f r.om e a ch-ot.her-;
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'6. Wh~n the invention is hot properly disclosed and

cLa Lmed ;

7. When the inveritiorl"wa:s'pat'ented by a person>who:c,isnot

the> iriveii-tor:::ll'or:-the:.,_assigne'e., or; a <::.QP.po:r'i'lti:on', .whLch

is not 't.he "a's s Lg'nee;' 'arid

8; Others

It should be n ot.ed" t.hatitBect.Lon' 123 trial, can 'not. be de

manded after five 'years from 'the "gr-ant; of the .l p at.e nt; oLf the

prior art to be used is a f'or-e i.gn printed pub Ld c a t.Lon.ct Sect.Lon

124), and' that one can .nof. demand a ::Se:<;tiop-' 123 't.r-La L or

Sect.Lon '1'29 trial"based orithe .e'ame facts and -s'ame evidence'

pr:e'cibUslY r'e-li'ed"uporl{Sectioo'16T},:;' The '-Sectio'n'123 t.r-La L :,,:is

conducted under: inter' partes pr-ocedur-e ,'

The::Jefore both parties - can exchange their views with; each

other. But the trial have a f undarnerrt.a l ex parte nat.une,

therefore the tri'al-examiners 'or~ 'vexamf.rie.r-a-ci.nvchd.e f." are

allowed to invalidate the' patent: 'Ln que at.Lon-ib a s e d onst.he.vpr-Lor

a'r-t. "t-he e.xamf.n'er-e .Wave': found: too.

; 'In:' this case:' -t.hey-sh'ave. t.o not.Lf.y. it: -t.o. 'the parties for

argument. In any event, t,he" -t.r-d.a L 'eocamti.ne'r-e :t:ake the

Lnd.t.Lat.Lve, t.her-e f'or-e they: "dan' keep processing the case even if

the' pa r-t.y 'cor par-t.Les-vdo trot respond o'r-v.appe ar- 'before 't'he. boar-d

when so r-equesrt.ed, (Bec t.Lon- 152 .and IS3}.'

Whe:ri\ :a"decisi6ri of the trial 'Eo r-: Idnva L'idut.ii.on 'he's become

conclusive, the patent right: -Le r-etroactively revoked (Section

lZ§)". Sec.t.Lo n 123 andvSect.Lon 129 t.r-d a La basically': include

hearing is not usually;had~ The' h ea.r-Lng . is o pen. t.o.i t.he public,
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arid when ihad , a record is, made,,: by a :,ger.,son d~pigrlat,ed by the

commissioner arid signed by t;hechiefofthetrlal exam.fner-etarid

th-e person; whoi.made it. It is the lpseF 1s, r-e s pons LvLLj.t.y t.o

pay ..-t.ho cost "needed .Ln the:,;S,eetiop J23and,~29 tir-La Ls [Bec t.Lon

169) . These 't.r-LaLer wh eri -filed .ar-e ,dis,sem~nated in tb~ official,

g az'et.t.e (Section 19 3) .

Table' 5 shows-the numbers q:f ~ape,§,~ecided to b,e,~nva1Jd

or vaLjd.oby.c t he trial examiners in each; 'ye,~;r. It also shows

that- t.hev e ver-age invalid pe r-cent.age sv Ln r:~cent year-s ar.-e 51% in

patent' c a ses and 44%in:utility,modE31 c a s ce., which means that

uti Ii-t yvmo de.Lesva r-e.. mort e, ,,' di f f Lou Lt- t9_:_irl~_?,l:~,da:y~,,_.t.h an p at.errt a.,

The graph under tabel 5" shows the tendency and change of

the invalid percentages during a long period of time. It

indicates that they are again pulled up or almost reaching; to

t.he: 50~50% level;

Table 6 shows ;,:the::t:e:ridencyo;-f:;.t:he:,--roky:'O;'::~igh,,:Cpur-t.. ;in "the,

disposal of the cases from the patent office with respect to

t.be".va I Ld i.'t.y of patentso. It, .can .be. .s a Ldit.het. t.he .icour-t affirms

t.he po s it.Lon 'of';the .pa.t ent. office more often: in t.he ut,ilit,Y

mode.L c.as e sc'chan in patent cases .

Section 123 trial is an inter partes procedure as ; j\iJt

mentioned, while Section 126 tria'l' is an ex part~ 'p;1"'~hed~i:f'~f.

Both trials are considered to be separate f~om one an~t:h';~;r and

therefore examinations of both trials may not -b:~ coriibiri~d:.

Section 154 which deals with consolidation of trials is

itit'~tpre:te'ct: by'::S-oIne:"peopl~:'as'ri'at,; b e f.ng app L'Lcab Levev.en if both

kinds of trials are concern'edw'i'th'fhe'sa:IhejJa.te'nt.
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some solutions to the problems.

we will take up some problems recognized

SOME PROBLEMS AND SOLUTIONS CONCERNTNG TRIAL FO,RIII.

He,reinafter

t.her-e "have be"en. pointed out" aorne pr-ob Lems resulting f' r-omi.t.he

coexi;st:~nt:'e": o:f -- bo'th'--kiri'd's o:f tri:a:]:'s', wh i.ch.. wil,l::;be,; discussed,

De apLt.e'L'o f such ad j us t.ment. and -cons o Ld d at.Lon pr-ov Ls Lones,

for- 'ex'ample a' t.r-La L 'proceeding t.c be suspended .unt.LjLanot.her

tF'fa.:i of' court pr-oceedf.rrg 'has 'become conclusive CSection';168).

. ,
trials in cas'e"'fhe sani'e'p'citent.: is: Lrivo l ved, b e c aua e--a e-i h.a a- been

ment:io~~d ear-LLe r , a'Sect'i'ohTi6-:'t,i;iaY:is usuaL'l.y demanded; as

defeflse a.gaIrist "a "d~nia:ri.d"for:'a Sect';ioh12'3triaL~:

The Pa't ne't. Law provides an ad j ust.merrc t pr-ovLsLon. :to,al·l:ow

Iii an actualpat'e:bt corit.r-o ver-sy however, t.her-e is a,

factual arid su"bstaht:L,l1 'r-e l.af.Lonafi i p between both .kLnds ,.pf,

r,,~,sulting from a partly or totally invalid patent, but still

T'he :~j a::pane'ses~y'i.teilis), -have vbe e n: 'found;' rc o he useful: to give

an ihvemt'o'ri
' a pr'bpe'r- protection 'on his' .Lnvent.Lon , and: ,oat the

beLow,

INVALIDATIoN oF'pn.TENTAND TRIAL FOR CORRECTION

same time to relieve a third party f.r-om.. an: undue r-e s t.r-eLnt...

there seems to be much to imp,rove.

t~~,ol,lg;~",actu<;,-l usages of Section 123 and 126 trials and discuss



According to some recent st.a.t.Lat.Lcs., tpi,al,'pr:oe:e€ld,i;ng.!:) in

the Patent Office take about 4: to ,,6 years to ",:getto; .t.he de

cisions, and 'court .pr-oceed.i.ng.s v.Ln the. 'Eokyo Il:i,gh Court., derived.

from .rt.r-LaL decisions (Section 178), t.ake rab out., 4"to 5 Y~c3cr:·,s.,

Prologation ,or",these pr;oceeding.s;;;:is ::qf 'course und~,sirapl,e;

to" inventors ,',applicants and t.hd-r-d parti,e,,5'~, AddLt.Lona L'l.y, such

pr-o Lo nget.Lon-, will:, r-eeu Lt.. in -a.ive r-y' s,erio~.s Lnc r-ease, i~>~:~p~p:s:,~"

includingattorney;',s fees.'

'Under the' pr-Lc Lp Le of aepanat.Lon of. t.hr-e e , ,:pC?w~J;'s, .a..e:.;

administration, legislation, and j.uddc a t.u.r-e., :the::,p~tent_;ot:Ji,F:y,:

a.n admdmi.at.r-at.Lve agency,' has an exeLu s Lve P9Wer t.o. grant

p at.erit.s, while c Lv Ll; cou'r-t.e , judicial: agencies) do nqt have

such:"powe'rs::although they .do have powers; ,t,o -judge inf:!'::inge~en:t;.

a ct.Lone., The system. based on .csuoh pr-i.ncLpLe. ,~,ould;,,!mqk~,:;it"

dii:f,ficult .t.ochandLev.a .pat.enf controversy; smoot.hLy , Under- the

Japanese' rules; cd.vLL -c.ount.s ueua LLy t.r-eab an LnvajLd, pat.enb

Lnv'o'Lved in an-v LnEr-Lngement, action as b e i.ngv.va.Lfd-unLe ss. it:h,a,E;:'

been: LnveLd d at.e d. -by- the .pat.ent, of'Edce, and acco'nd.i.ngLy the

.I'apane s e.vr-uLe s v.of t.eri f unc t-Lon advant.ageoueLy t,o:;th~j.;pa;t,e.r:t-t,e,e};,.s,

s Ldei.

It is said that" in order ito ~ aolve , the,:'problern of such,

u nfaLr-nes a., every court' whe r-er- a n-: ihfringementaction: is pe-nddng,

doe s uniformly suspend the .pr-cceedd.nga when a 't.r-La L d ecLs.Lon

that -t he t p at.errt.i.ri.s , .LnvalLd hasvbeen.cmade.teven whe n.vd.t; has b.ee.n

appealed. Sov'Lf we; a r-e- an' alleged .Lnf r-Lnger- -Ln-van .i.n.frr-d.ng'emenf

a ct.d.on, we hadbetter'inf,orm':the:':court about t.hect.r-Le LvdecLad.on

as' 'soon as the patent office; issues it so -:.tha't'; it could be
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traken-tl.nt.o coris"ide'rat:ion in the court.

.snot.her- Solution" that can be employed in actual

Lnf r-Lngemerif actions Ts" t.o ve Ll.e'ge .b.ased on the fio L'Lowd ng , Some

cou.r-t svmade a decision denying 'an enforcement of patent .on c.an

Lnverrt.Lon in the public domain, saying for example;

(i) The technical scope of a patented .ci.nve n t.Lon

c orrt ad.ndng prior art s houLd be- 'interpreted to be limited .t.o the

examples given in the patent specification/ andi.ae a 'result the

alleged iI1ffingingact'isconsidered l't-o vb e -oue s Lde. the' narrowly

interpreted .s'c-opedfthei'ovent-ioR;'

ii-) Since a 'patent is to be' granted on a .new i and

unobv Lous invention', and a patent -or-Lg i.ne Ll.y should not .have,

b'eeri:i-grant'ed 00: ','the pr-Lor-vva r-t. ,-"",the oat.ent.ee-d.s not pe.r-md.t.t.ed, to

enfor-ceth i s 'r-Lght. a ge-Lnef t.heipr-act.Lce vof the:' prior, a.r-t. , and

(1'i'i) An.r.abus e of:'ca::right';generally:is' not, .p e r-mi.Lt.ed 'and

the> enf'or-cemerrt of t.hevpe t.errt.rr-Lght. aga.Lnst. the practi:ceofthe:

p'rT'or';art conat'Lt.uf-ea ;:suchan a huae , a'cc.or-d.Lng.Ly. not: 'per-m'Lt.t.ed ,

The' 'soLut.d'on of thi's' kLndrm'eana ct.hab the count-s- judged;

subst.ant.LaLLy the' va l-iddtvy of "a pa.t'errt, It may be auapec.t.ed

that they are beyond their authorities given under the .Japanee e

r-u'Le s , It is::'however-" he.a r-dLt.haf some courts justif-ied,them

ae'Lve'e' in c er-t.a Ln cases, saying in .e f'fecb that they a r-e .aut.ho-.

r-Laedvt;o actiaa t.her.ab'ove .aesc t.hey .heve .a 'power- to -Lrrt.e r-p r-ef .t.he.

s<?-ope of pr-ot.ec.t.Lon for example by appLy.i'ng. the doctrine of

e'qu.Lva.Le nt.s., Anyway' in c on e Lde r-a't.Lon of: the c u r-r-e nf courts ,I

pr-acti Lce-, if we ar-e .an alleged infringer in an Lnf.r-Lngemenf

partial or total invalidi~y of the patent if this is the case,
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in7

of trial

greatly

are still

examiners as

Table

Though the patent

contribute to facilitate all k~nd~

d emandLng at :-the samet,ime a Section 123 trial in the Patent

Of fLce , We, ,would lose nothing even if 'such contention is not

taken up by the ~ourt.", ',',' ,

The third solution is to, increase the number

exam.Lner-s.. Such increase of trial e.xamdnr-e s will

off,ice is, ,t<ry;~:pg;, yea~ after Y,'e,c?-I' to increse trial

weLl. .as or-di.nar-y eX8:'Jll~ners, trial examiners

ins~f;f,icie~t in numbe~.

Some r-e L event statistics are shown in

connection with trial examiners.

123, Section 126 and Section 129 trials.

We think that the statutory basis of the second solution

is r-at.hor- weak. 'I'he r-e f or-eiwe wqul;d, like ;"to pr'opce e ~~e f our-t.h

S9lution"that,is" th~ r-ev i.sLon of t.he current; s t.a t.ut.e which

shall expr-eeeLv :P,e,p1J1;i,t;, an "q++ege(L, Lnf r-Lnger- to claim as a

de f'en s e. the Lnva Lfdd.t.y of ,t,I:1e p,~~,e.pt i,P-.,"il,~,il1;friIl,ge,ment action

ttH~,r~l>yto 'alfthor,~~e<~,h~ cour-t to ,5u,dge""t!t,e, ,:v:a~~?ity of the

patent. In other wo r-d s the fourth s olut.ion, is a modification

and ':Y94if~~?:1:,~9-':1 of .t.he second, aoLut.Lon , T,h,e pr-opo s ed

r-evdsLon w.ill""avp,ici .t.he .r-epe t j t.Lon. of. ;;judgeIl),~~t on the val~?i:t"Y"

of, a patent ,in,~I:lft;'i,nge,~,~,nt,,~?t~9~~,t,

Even -:i:f: t.he f ou.r-t.htaoLut.Lon is, e na c t.e d , bot!\,pe,c~+.oJ.1.,.~2,3

and Section 126, t~i,als"ma"y be kept. in force.

rhe fifth ~olution ~s to ~8taplis~, a s07call~d :pat~pt

court like the Pede r-a L EatentG.ourt .Ln West , G e r!l!-,aI1Y }J,y

c omb LnLng.. the patent .o f f Lce ' e. -tr~~:L boar-d and the '.['okyp"H,,:i.gp

Court,' s Lndust.LaL pr-ope r-t.y rights division. The ,trial
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or

'in 'stati.tf,or:Y::frdnP One

b) Repet'it'ion of 'ej{aml.n~tio'ns: arid pr-oLonget.Lon" {of

the pr"o'ceedi'n;iJ.' re's'ultiiri'g from co--exd s c errce of"'

proceedings in the Patent Of f Lc e an'i(:t'he; :'p~oc~~dirigs Ln: the'

Tokyo High Court aga{nst a t~iald'ecisi6n'~h&lf"b~:""co'n'ducte'ct';i'n

the same instance before the proposed patent: :c'()'u.'rt'. Undez- suc,h

system a pat~~~;:!:~ont'rovef.sy -wiil be) s~'t:tl~d'~a~lier<

Ho\.lever many th{ngs h~;e'to 6'~ ca;~~fhily chri'sidered bef'or-e

the enactirie~t' of;:the"'ia~t;tw6' ~rii~lt'jon~~

-184-

f'r'om 'the pa:tent; the;'p;:iteIit~'e may- denrand' a'tSe ct.Lo'n 1:2'6 t'r'ial if

he thinks that hi's' pkiteh't 'm'et'y "'be' "pr'evented ; from "':'-b'ei'ng:,

As has ;'b~~-h said ecirii'er","'-' s'ectfbrl. '1':2'6 trial Ls: of t.en

dema:~'ded' as a:" d~f~ri~~"ag'ciiinst" a :"'dtkmilrtCi 'for Sect.lon:":EZ:3 trial'iin-

Trials For Invalidation Of pate:h.'t' "arid For Cor'r-e'c-.

tici~

'~h~ra~{er',:~ri;d't::he;~for~':':":ehei;i-;eJta:m:riiat'ibns:'Di~y;hat"be> c ombLned"

even -'if' 'b6:ijl'; a~e '~c-on:'c-~~h'e(J;:Wi tli "!'i'h'e' aame patent.

'AS;' a 1!':~su1t, 'if :~n' aI'Le'ged in'fr'iriger ilga:tiis-t' whom the

p:~t/~hit'e~ h;~:s'g:foJ.ght"<il;ii' ia~t;i, o'it"" 'fb:r-' -p~teIitf;in:fr':fi1;geJhbht demand's":

a Section 123 tir-d a L to c r.r-cumverrc the' undue r-e s t r-a'int. r-e euLt.Lng-
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Lnt.er-pr-et.at.Lon of Lhe..

prolongation of, pa t.ent,

123 and Section 126

-,

f r-om vt.he co eex'i s'cence ' of: the: both' :tria:ls~ Although ..tllee:xamp~,~,

is concer-ned wTtha"litilft'y model case (Case No, 1978 (gyo ,t,$1.1)

41"; 'Supr-eme 'Cour-t;', decided April: 13, ,1979); .t.he same wa y of

t.h i.nk'ingrapp l.Tesvt.o a patent 'case'.

In this case, a Section 126 -t.r-La L was -rdeman de d during .t.he

proceeding o'f anta'ct.Lon before the: 'Eoky o.. High :Court:a,gai:nst q"

Sec't.Eonv j z j trial -de c Ls f.orr and iit';resulte'din rt.hei.g r antno f the

demand after the conclusion of the oral pleadings before, ,t,he

court. . 'Phen 'the Supreme Court annuLd.e d . t.hec.I'okyo.: H'i gh Court 1 s

decLsLon, which was made 'af.t-er-. t.he--Se.c.td.on .1 26",tri:<11;. -decLs.Lon

having dend'ed trhe 'pat.ent.e e I S s eekLng' of cancellation of 't.he

Section' 1231:;"ria1 decision'; "s'ay,i'ng:that the' g r-ound vf o r- . r,f?tT:!-,a,l

provided 'Ln Stib'ae'ct.d.o'n .L (iiiv) of", Section '4:2:0:of ;the Cod.e.v.of

Civil PrOcedure :exists in conriectiort, with :the ,Tokyo Hig~

Cou.r-t;" s - decd-sdon, ,. and' -r-ema ndedv Lhe. case tio, the ;T:o,kyo ij;igh

Cour-ts, The Tokyo Hfgh',C:ourt would render a .aecond dec.La Lon

contrary to its' 'fi'i'-st, decision. As a "result" the, .ca ae .wouLd.

f'urther 'he' remanded to' thepate.nt -.o f f Lc e to conduc t. 't.hev.second

Sec'c'fon 123 t.r-dra I: examination inconrtection w.ith- "the ;,COI?:r~9~e:q,

c'La Lrn ;

COllrt:~ "are' tryirig to pr-event; the

disputes involving concurrent Section

t't-ials by adopting a - 'aomewhaf liberal

r-e.l.evant- s t at.ut.e;

'The'reis also an example of such' a liberal .Ln t.e r-pr-e t a tLon

(Case-,No.1970: (gyotsu) 32 ,Supreme Court ,decided May 6, 1976

decLd'ed September 26,-d9691.
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In this c a s e , a, Sect.Lon :1,2,6" t:rJ~l:d~I1!:a.:nc1. wasgran;ted dur

ing a ;Secti()n, 12 3 trial on .t.he same .pa t.en t. whi ch was ,perlding

befor-e the Pat.ent Office without ~~:v,-tIlg, the demandant of the

Sectdon 123 trJ~J an 8ppor.tu-ryi~y .t.o p~ese,Ilt some additional

grounds,. ,and. eV,idences for. inyC!lidatipn the patent in

connect.Lon. ;wi,th t.he cor-r-cct.ed c LaLm,

The Lseue .Ln this c a s e. was whot.her- auoh an. ,0PP?~tlJ..:r1it?':

should have been given to the demandant of the Section 123

oppor-t.unLt.y.vaho u Ld .havecbeen igi,Y~,n and: :th~t wee, af f Lr-med 1:>'¥; the

Supreme Gour;t._.

It is; .t.o be i.ncned. that, in -t.he eeoond "ca~e t.he ,pay..~nte~;},~

a foreign cor-pcr-at.Lon , and t.hd s ,f,a,ct ~igh;t-, be p ar-t.Ly

a cc.ounc.ab l.e , .fol? tll;e .pr?longatiQ!l ;Of, the c ae , ,s.inqe a y;eri9?,·,

additiona1,<to·;}:.-lIe Lnvar-Lab.Le p.;e,:s~p,cl: fqr; t.aking, act.Lone, }~~~,Y; 1?;~

g Lven {Subaect.Lon.. 5 of" Sect.Lon ,1.7~, ):C1:,I1,d a" p.~sig;n:aF~d .udme limit,_,

on. dat.e i may .aLso.vbe ext.ended jor- .changed <$;~cti~0H.5)..

Though t.he.r-e.. are:,:,lJoth.prps ,an,4",coll~,,,,ille:-onnecti(;>llwith;. the

two Supr-eme. Cour-t. ,d,ec:i,s,ions" :.w~ _pr-e fer-, ;toQ~.for them from the

point, of .ea.i-Ly r-e..ao.Lut.Lon. of",~the pat.ent., r;c,o,rf~:I"'9ve:r~y,

It is S?:L9-."thfJ.:t",:: Ln.ror-dcr t.o ,sJ-9:v,e.;,tr.e,-,'3:b9VC-~cn."tf9I1ed"

problems", apgaIlg,em~nt:s, ar-c made un,de1;"'th€{. d i.acr-et.Lon of the

Patent .OfFLc e .f'or- havLng; the same""body.. of tir-LaL examiners

conduct the two examdne'c.Lons; f.<;l.J;"' Sect.Lon 123 and Seot.Lon 126

trials when they are concurrently pending before the Patent

Office. In connection with the Tokyo High Court practices, it

is said that for the same' -pur-pose c ou.r-t: proceedings are often

suspended until the Section 126 trial decision has been made in

trial. The. ':r0l:<Yo Hi.gh Cour-t r-ender-ed a decision, that such
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such as "the e xam Lnat-Lons 'arid'

Pr~;iong~tio~ ~:f '!~th~; pi-db~~dirt'gsi! 'iIi" the co-'existing; t.r-d a'Ls

cannot b:~<' co~'p'iete'iy';'t~}riov'ed otiiy; bY' the :.i'dju:stment' pr-ovis.i.on

between ttia:l pr;oce~i:]j_ng~ i,:l'ri'di th'a.t:' b:etweeri :<tr'iaT pf-ocee'df.rtgs-:

and court proceedings (Section';: 16-8-), bec aus e the> app'l'icatTbIi>Of·

the provi~s'ion is :Xt"'thie'\iidcre't:Lon "'b:r:' the;trl:a'l examiner's' and

courts co~e~~n~d.

and Section 129 trial examinations should be c ombLnedcwh'en.ctrhey'

appear ii" any' c8thBin1:fl'dri. Th'e' 19"1"8: ameri dmenti has' i a I'rlea dy

iatb'Q<l\iced" int-d thb clii<r'~nt: law a -'p'r'ovisi';oir:::tha't'~"--wheri a-ct-r-La.L

i:r;,;te~ii~'t:t;()rik-l :pafent ~ appii~:ii)tf6Il' 'h;a:s'- beeh: demanded -arid ;-;;a

s~h:tion'<';126; i}iikl 'fi'ils'" ct:fSb 'b~Jn !d~ihan;ded~-' wlth'in 8" 'st at.ut-or-y.

time limit, a:tP:t-a'l deci;s'ioh .iii ,-- :re!3pect :'hf 'shch : invalidation"

t:~'i~l:c shal'l rir;t :be inad{b"'j'url'-t±l ~fter :'the" Se:cf;i'dri T2'6',·:trial

ci~;bis:i6A hj£~' beeh maHk 'lSub'sect'l.o:ri: i2 'of> Seciti'on"lB4~'lS)::~

It will "'b:~ 'a-p:'p;;i'!'-:eht-' "from "the" "above that the <pr-opos e d

amendntent:' is 6r( t.he" e'xt,~n;I3:H)n;'of 'the 1978 amBriUment';"

It .sh'6ui'cii -'b~ i',notkd ih\i't t.he ::"'solUhiori's!" pr-opbs e d- under: IIT:~

cih6:Y~ are tiho s'e of' o'u(i-' '(\vori{iiig-~frbup; and:' do '.-, not' "neces s ar-d Ly'!

~~'{le~~t ih~ v:Lews :':c/i' the '~rpA Ja'pknee:<'gr'o'l.ip~:"
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We think that the Japanese counterpart systems of the

United States reexamination and reissue are useful, though

there seems to be much yet to be improved, to give an inventor

a proper .pr<ft'J:'6'tfCb:ri hi;~ :··''i''~:~~h{i'6n·/:'ari'k::'::f:'~i'ieve a third party

from an undue restraint resulting from a partly or totally

patent, since patent disputes are

and

can be

than the

an invalid

time within

conducted in

purpose, the

prevent at an ea r-Ly

relatively in~xpensive1y through simple wrocedures

.~he two ~~;{~,'·:,:,'J.,~i{~'n~.~:~,<,¥istems ~or
'.. """";""'---'C: .. .'.' ....... ,

system usually' "Ts>:~.:'mor,e,'preferable

'::;i~Yriiy i'b~)cause the

patent from being

correction are also

uti

the Japanese patent office.

which we can take an action
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TABLE 1

NQMBERpF APPLICATION9 AND .PATENTS

year



(

49.600

P

1978 48.240 54.560

1979 44.800 45.680"

1980 51.880 56.240

1976 4.192; 3.133

1917+ . 50;800 .! ·57.800 I, '(H~; +"~HU; 1;~·9.7 .:_+."M;.• I ...., .....
4.874; 3.'370
8.714>; ( 5.452)
4.493; 3.009
6.759) : t ( 4,289)
5.030: 3.154
7.947)' i ( 5.133)

TABLE 3

, OPPOSITION, DISPOSA'LS

TABLE 2

OPPOSITION, FILINGS

42
46
44
46
4\i

U,UP

3.355
3.305
2.321
2.695
2.756

No cttange or Narrow
Clailll Left

U

lUg,
: 1.323

1.404
, 1.434

2.456
2.376
1.817
2.222
2.202

U

ApPlns. Filed 1Requests % Applns. Filed Requests %

197 1 105.785 74.454: 170.4 122.843 84.890 .69.1
197 2 130.400 91.:945 nO.5 148.610 102.703 '69.1
1 973 144.814 99.898 ! 69.0 147.914 99.482 ..67.3
1 974 157.591 104.144 "66.1
1 9,7 5 180.680 ,121.185 67.1
197 6 178.842 117.434 65.7

Applications
Wholly Rejected

1 976
1977
1 978
1 979
1 980

TABLE 4

REQUEST
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66 67 68 69 70 71 72 7374 75 76 77 78 79 '80 Year

p

Aye.rJge: 'I~,,~iid;'P~rf~rit1ge
of Las t 4 Years

47 en ! ,46
38 (58) F.n
~ ~~l i~6

...~ ~~ [~~
55 en ji'" 52
'57 (53) :, 50'
451(6)(53

~l~!~"
74 en 70
48 (48) 52
55 (53) I:, 49

7678 en

44

42

10
38

% 64

6.2 .

.6..0'
58'
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5 6
•. 54'

5 2

50

48

1!9~~!~i~
6 8 138 i 174
69'121 i 157
70· ,148: 170
7 1"172 :' 164
7 2 '.126 i 142
73 '133: 85

",74 .,,115:, ,91
7 5 101: 122.,
76 134: 129
7 7 160; 117
78 133: 164
7 9 142; 151
80 161,116

TABLE 5

TRIAL FOR INVALIDATION



TABLE
TO KYO ".H, I 9 Il;:,P,0 UR T (Review of Decisions of Invalidity Trials)

FrYed p U Average Percentage of Cases Affirmed

6(67), 3
11 (73) i 4
--4(80) i--1-1 - 50 _. ,64 - I --~--

5(56):4
6(46): 7

P i U hAfrfllli.; "liRvrsd.j Afrmd. ! Rvrsd., ,

L976 13: 16 6. (40): 9
197 7 19,16 11'(69)' T . 5

,~;.;;+.. . ' .. ,-, IT-9T 8 , -24-nr '10-'(56) ','" 8--
1'97'9 16 i 17 2 (8) i 9
198045:404(67) i 2

p U

( ) ........ Percentage of Cases Affirmed

,_J_A,BL;E 7

NUMBER OF TRIAL EXAMINERS

Tria:l:.;~Xfl!l!i~er~.-,

197 5
1 9 7 6
1977
1 9 7 8

Ha

';::\
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RECENT COURT DECISIONS ON PATENTS IN<'JAPAN'

-194-

Chairman: S .. Nakajima

Spe:*e':b :::; 'Mi Has e

1. Application of Ar-t Lc Le 29bis of' the Pat:ent

2. Division of Application after Examiner

Group NQ. 3

PIPA JAPANESE.GROUP

In this report, there will be introduced two recent important
court decisions in Japan relating to patents.

SUMMARY

for Publication

H.' Masumori

K. Hara

N. "F'ukab o r-L

S •. Ando

One of' them is a Tokyo High Court decision which is con
cerned with the application of Article 29bis of the Patent Law. In
this decision, the Tokyo High Court has indicated that in the
determination of the same'inventions under said Article, it is
permissible to take into account the. general common knowle~ge of the
art prevalent before the filing date of the prior application, as
well as the des~ription in the specification of the prior appli
cation. This TcikyoHigh Court decision is the first court decision
since the enactment of said Article in 1971, and therefore, it will
be a leading case for the determination of the same inventions under
said Article. Further, we shall report on our investigation of
numerous trial decisions in which said Article was applied, and
~hall attempt to clarify the actual state of the Patent Office
practice concerning said Article.

division of an application the Examiner's decision for its
publication. In this decision, the Supreme Court upheld the Tokyo
High Court decision denying the Patent Office practice, and has
indioated that a division~l application may be filed for a subject



matter disclosed but not ?~',B;.~,~.E:l,9:-:,:~~<,:~,:r:~-:.orj,?~~,?-lspecification even
after the Examinertsdecisionror·the'pu~lic~t{onofthe origin~J

application. ConsequentlY,:<,:t,~tr-:~,~t.~B-t",'_(}f:t'ic~:,,,:isnow obliged to
change. its practice for divisional app'Lf.cat Lcne , In this report,
we shall discuss, in addition to the court decision, the important
points which the applicant shqul¢l:,':tak~: into account when filing
divisional applications.
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I. Court decision ~oncen:d.ng the application bf'·"f1Arti.cle, 29bi.s of'

.the, P,:atent Law.~'

1. Introduction

Article 29bis of the .Pa'e enf Law provides for a requirement

for patentabi~ity whi.c~ was introduced anew by the amendment in

1970:_,of' the Patent Law, and which is referred to as "an expansion

of' the standing of a pripr appli~ation (i.e. a whole content

approach) '", Namely, itp:rovide,s that a later application claiming

the same invention as .jan :Lrv.ention,disc:l;.,osed in the specifi:cation

or ~rawings as initia~ly filed with a prior application published

or laid open after the £iling 'of' the later application should be

refused in princ{p'ie ,'irres'p'e'c't.:Lire 'O-£,'whethe'r: or :,tiO,t'"the,-,'inv,ention

of the later application is claimed iri,,''t:he':p'rio'r appfi,c,at,ion. (The

Utility Model Law has simti'ir "prbv:t"si-oris'1ri'A-r'ti"cle;:jbi,'s- ,;'thereof,

andvunLes s otherwise specified in this r-ep o r-tv.ctihe: ,'r'eference to

"Article 29bis of th'e'::'!)at;erlt :Lal¢1l 1'8:": cil'sO"appl.:i5C"ab-l:g' t o ,Article

'3bis of the'lJtility Model Law , ]

The purport of the legislation of, the requirements for the

application of and the problems of said Article, were reported by

Mr.'Shimokoshi at the <r0kyo Congre"Ei of 1980,

In April this year upon expiration of more than 10 years

sinc'e the' enactment of said Article, the Tokyo Hd gh c.Cour-t madea,'~'"

decision concerning the application of said Article for the first

time;:. We shall introduce 'this decision and at tlle):sairie" t±me':repo,rt

on our investigation of the actual Patent Office practice for the

investigation was made into more than one hundred trial decisions in

which Article 29bis of the Patent Law or Article 3bis of the Utility

Model Law was applied.
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2. Decision Gyo-Ke No. 4:3 (1979) (TokyO High Court)

2 ..,·1 ;~unullary "of ,thec,as-e

2.1.1 The gist of the invention of the application in question

The inv~I1J:i,()Il;:oft;h~ p r-e e e-~t __ app Ld c atLon (i .. e , J apanes e

Patent"ApplicationN?~<,97J~/7J. ,filed 0': F'ebr-ua.r-y 26, 1971) relates
""'d"" "", '" "

to " a process for producing a KJ..L.lea

:theinyention a5-,s~~_f'()rtl1 in the claim is as f'allows:

i) Pour~nga moJt~I1st~~linto an elongated mold,

ii) blo~ing:a compressed air arwater, to its head portion

e oi nave.. a solidified" film f'o rmed ,

iii) a: few. minutes 13:t,er, r-o t a't Lo.naLj.y moving the mold and

holding: it in al.ong:i,tud~..,nallyhoriz,ontal e t a t e for a predeterm:ined

period or 't Lme.j . andiuh.er-e a.f'ue r-

iv) bringing;t~e:m~l~ in anup-si~e-down ~tate. and com-

p letingt.he, .solidifiqat ion.

In ,sho:t't,,:,<i:~:is,;,:i~clenclecl.by; the Lrrvent.f.on _to ,minimize the cavities

(p,ipes) wi,th~,n:<t}le s,tee"l i;ngo,:t, re,slll,ting. from,t.l:~e shrinkage upon

solidification, by carrying out the solidification of the molten

steel by firstly holding the mold containing the molten steel in a

horizontal state and then rotatiori'1ii:.y~';'Jri'6~i:dti'it'to"'a ;'.J-erti.t::al

position.

2.1.2 Grounds for the Trial Decisio~

In the trial decisi,():q",:,~,lte"T~iaJ,,I3O;Cifd, r~ferring ~() a p;:i0r

application (Japanese Pat en t .,J;'ublicatic;>,: >Nc;>. 4:3707/71 filed on

SeptemberJ,.19~9'\l1dpublisheg onDecemb",,,,24~ 1971), determined

i::l:1,at.the.':,sp~,cification,aJ:ld,drawings as initially ,f~led wd t.h t,h;,e

prior app Ld c a t Lontdd.e c Lc s,ed",an 'invention (hereinaft"er, x-e f'e r-r-ed, .to.. ,,' .,--',." ,,' ,,' .'".'" ''';-,:' :,'" "':'-",: ", "-" "

: a.s t!t:;it~cliIlvt;l:n:t.iol!-tf) f(),I',n<;i.,,:,process for p:t;'()duc..:i.ng:a, s,t~,(31,,;ingo,t,:. , ",. '

c omp r-LeLng
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.cover,.

i)

~i.)

;::'-;.;:'
pouring a molten steel ina mold,

af.te~ _s.o~i_d;if'icati,on of ;i.ts top: ,'surface t'o:c'6rist'i'tute:a

ili) rotationally moving the 'mold 'and 'holding i't in':,'a Longd-,

tudinally horizontal state i~r a. ''jjredet~~ined "pe.r-Lod "o:f:t':tme ,-and

thereafter

IV) bringing it in an up c-s f.dec-dcwn stat.e-':for e o Ld dd f'd c a t d ori "

with the same purpose as that of' the 'present invention. The Trial

Board further determined that in view 6£ the disclosures in publi-

cations available prior to the filing of the priorapplicaticm::and

the convent'iona.l ~tat~ of' art w:ellknbwn to 't ho's e: 'skilled in the

art, the expression lI'soiicli:fic'ationoftl1e top' po r-td on to- oonst.Ltute

a cover" includes a forcible cooling by 'blow:i.ng'water~ Thus,-' t.he

Trial Board rendere'ci aci'e'Cis:ibn 'that the- invention Of t h e present

application is substantially identicalt'o the invent ibn:' 'of' .tih.e

prior appi'icatioll -~da.'cc:'o~di.rigiY the present application is'·-uh~

p~tentable pursu'ant ':toth'e"prdV:L~'ioIis of' Arti'61e"29hi:s""'of" the <Patent

Law.

2.2 Assertions of' t~~plaintiff

Contesting the above mentioned t~ial decision, the plaintif'f'

(the applicant) asserted the following two points as grounds f'or

cancellation of said trial decdsLon,

First point -of' the pl'aintiff's a:3's'ertf;6n

III the cited invention, the -movemerrt df'the mold '"i-'s .rcon-eanu-,

ollsly carried out by the rotation O'f"a -truz-n table'; and is not

·catio:n.~ .A.ccordingiY,the essential .f'e a'tiuz-e "'A'df<:the inveil.-tioli"of

the"'present; app'iibat{on~ i. e. Ith6ld:l.'ng<tlie mola-in':a longitudinally

horizontal state for a predetermined period of time'! 'and':thE;
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essential feature B i.e. ttt;hel\eafter, ,br:ingingthe mo Ld in an -up-.

side,~tnm-'s.tat¢:::f()r>,"so:·l+id:L:ficatipn.~'ar-e. n,Q.t dds c Loe ed

'tnveneLon ..'

the ..,ci1:;.e4

Second point of theplaintiff'sassertion

TIle:: e~pr.ession, " s o+i.<:iifi.cati,on of. t.he t;op~l,l~faceto consti-

tute'a,cover,~'; in, the

a',solidified:layer bY"natu:ra1: cooling af'tert;he,.molten meta,.lwas

poured;' arrd.vL t does not;.Jnylud~'i3::'Il1,ethoq,0f,for~il:J..l~;c,~;oling ,bJ::

hl'owingwat e r-,

2.3 Judgement by the court

With respect to the first point o:f'th~ piain>t:if:r"5/>~~~;~it:i';dIl

The court has determined thatta:k:ing.'t'hedis'c1\;s'ti:res'::6''f f'he

speci:fication of the prior application reading 'n ••• :it·"is" n.':~'c~:'ss'ary

to temporarily stop the rotational movement of 'the mo'iCi ed.ther'at

an angle of 950 or 1100 during the rotation of the "':rri:b.ld ••• n ' and
"the mold is firstly rotated to a sUbstan>ii.'a'l'lY liOrj:z~:n.tal':'p~~.itton

or to a position slightly ahead ~::fthe Pos~tion:, ~'d:::;sf:'6::~ped '~ti't"hat

position ••• n and the drawings'toge'ther, it 'is reason:~bi~ to say

that the specification of the prior application discloses fh~'''>~.g6ve

mentioned essential feature A. The coud:.:·t""has'iu~ther;·d~i'ermi.n~d

that taking the disclosures of the specification of the "prior

application reading "upon the rotation of t,he P¥T11':' t ab Le ; .t.he mold

is slow,ly:rotate,d in accordance with ap.I:"ograrn::~D1P~I:'t;~d,.)ythe

f'd.x e d guide attached there:to • This.movement ,·is : done with mold

trunnions, as -poLn tia of -euppo r-c , ,When the mo Ldrhae reached, the

aubs tiant.La.Lj.y v.ertj:cal'positiQn,the;,ingo~:(allsdOWIL onto ,the

stopp:er'.:fro,m::the mold; fora:dist;ance .ico r-r-e aporrd.Lng 't o abou t lP%: of

the length.;thereof.: t1 and:'.the drawings,togetheI:",it is z-e a.s orrabLe- to

say that the aOQV'e merrt Loned e ss en t La.L :featurEF·B::i:s e.Ls ovdd-s cLoeed
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, '~D]:S (of

dd's c Losed in pub Ld c atdons avad Lab Le prior to the f·i-J.:irig ,df""the-prior

app'Ld.ca't Lori is 'eekencari e o eoccunb . as' we.Lj, as, the 'discTosure' , in the

. spec:if,icatioh and':drawings o:f'-:,:the priorappl:icati'on o

The court has accordingly judged that the invention of the

present ~1?IJ:I~ication is "substaptially identical with the cited

invention and the court has thus dismissed the demand by the plain

tiff. (This case has been made final and conclusive without being

appealed. )

:in 'th'~ specif-'i"~ati1:m'::'h:f<the'prior' app La-c a't Lon ,'

With res.'pe:ctt'o the .:3ecohi1 po:Lnt,;7'bf theplaintif':f'ts': assertioir

With z-e e p e.c.t; to the solidification of' mol.ten steel by 'means

of forcible cooling, there is,': no dire,ct"d±scl.Qs:llX'e",~,Il,_:tp,e~,P~_9:i:,:f.~~

cation ofth.e' p':Fio:r:-i:t.ppiicati'On~ Ne ve r-tihe Le s s, taking, into, account

a common kn6w-l~dge'inthe>a'rtthat';i't'w01ild;bed.mpo s s Lbd eo t o.. form a

so'iidift:;ed.' layer' ~t-'the 'trip'" surface:' of 'the' mold by cnatrua-e.L c ooLj.ng

for!C~'ie:;j mfnt:?t'esbr> kli.ghfi)r'longer:'peri,6do'f time, and.: the: ,dis-;

closures in prior art publications that the top surface, of the 'mold

is solidified by applying water immediately after the molten steel

was pOtl:r~,4.i~, the ,mo,lcl', i t Ls re,asonable to understand that a

,C,ert;,a,iI:l. f'or-c LbLe cool:ing.. ,is, ue ed to solidify the top surface of the

mold in a form of ,a cover in the process of the' cited invention.

Thus',.",."t;.he c our-t has .dete r-mfned that 'th.e expression in the cited

invention z-e ad.Lng "s o Lddd.f'Lc at Lon of the top surface to constitute

a, cover" does not exclude a forcible cooling method by applying

"water.

"2'~4 Commemts'ori'"the c'ourt d'ec'is:[on

Th.e::'judgement" of "the;'cO'urt' on the eeccnd p'o'iht::o,f'-'the: .p.Lad'n-,

tiff's 'assertiOn."is<notewo:rthy. Name Ly ; the c ou're de c LsLon. indi":

cates that iii-"the'determ:itiati'ori ·'of ·the",,'s'a.Jtie':inventionsunde'r'Article



·

-,

In,c;ontrast'with -the.cpr-ovLs Lons :of'",_-A:rti:?_1,~,< __ 3~: o,r:: th~; Patent

Law (.i ';,::' e'o' fi:rs_t~to.~fi.le :.rnte)., Arti.q.l~':,?9p:i,.~:pFoy~9-es:.:-t~aF,_ u:l;;.he,

inveitt'iono·f -8.'··later. .appLd.c a t Lorr i$' no c. .. ·pat13Iltal:>l,e_~h_~l1" it is the

same' l3.sthe- iIivention discins.ad, in ;the specification of' the prior

applJ..cati'On~t-,j Accordingly, i"t:;"may P~,-: s ad.d.. th~:~ __ :i.f;t,l1._epro:Visi:.ons,

of this Article are narrowly or s tri~-tiY-:-'-'"i.;;'t-~:~-r-;:t-;2r~-'_--"--th-e i'a>t"e'r'- -~-,;.", -"~,_._.

application can not be rejected unless the invention of' the later

application is specifically (i.e. in direc't expres'sed~Ofcii.rigs)

disclosed in the specification of' the prior application. From this

standpoint, there is a certain doubt in the justification 6~ the

court decision.

However, in the Examination Standard for the Determinat{on
',,:,':,"':;: "'.:' ,:, .. ,

of the Same Inventions, it is stated that the determination of the

invention disclosed in the specificatj~"on of tri'e pr{~r appiic~{lori

should be made on the basis of the technical matters e~;if~itlY

described in said specification, and the interpretation of the

technical matters should, however, be made taking into account

equivalents to those disclosed in the' specification. In the present

court decision, it may be said that. the court has determined the

technica~ ma'bt e r-. represented by the "forcible cooling" to be a

common general knOWledge in the art, on the basis of' the disclosures

of the publications available prior to the filing of the prior

application, and thus applied Article 29bis on the· basis of the

judgement that,',said,tecbn~cal::matteris equivalent to",'(;h,e. one dis-

closed in the'.S'pecifi:cation,::of-:.'the;prior applicatiqll,.' ;I'hus,,:f;r-,9,T:

the standpoint of the Examination Standard, the present cour~

decision 'is :reasortable~

3. Patent Office practice concerning Article 29bis of the Patent

Law as observed from trial decisions
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; ...
the Trial Board deci,i"ed '-'-thatthe
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trial was dismissed~ into the following categories.

the ~r?~~si2ns of Article 29bi$ of' the Pat~nt Law or Article 3bis
;- ~ """ '~,

of ~he Utility Model Law were·not applicable and a patent should"be

granted; or a.ut~lity model should be registered.) The success rate

is 12.1%. (16.7% for patents and 8.8%

2)
. .

A tot,al of' 116 trial decisions during the last two years ('48

cases £or patents ~,d 68 cases for utility models) were extr~ht~d-

We have classified the 102 cases in which the demand for

There are only 14 cases (8 cases f'or patents and 6 cases for
;. r

utility models) in which the Examiner's decision was cancelled by
-- "',,',, "';. "i .""'i',

the invention of the later application, but could be amended to

fu,:~':.th'~-:::f'b~e'ghiiig}(;w~')have:',presented:: the" f'Lr-s t-. court ",decision

.c6nc,~"gi~:g'~:.'th.e:'a~pYi:6atiori>:of':Artit:le29bis of" the ."Pat; en t L!3-':V,; In

ord"er ,'t'o ifiv;~'§!tig'8.t~'>.how:jtlie"'Patent:'Off':ice actp.ally, .enforces s ad.d

A~ti!~-i~",>:·~:~,-,~h\iv:~'::s:tua.-:ted::,:,:tria'l',: de_c.:i."s,~p:qs,':, f'~:r:I.,c:l:~,:i"z ed.vdur-Lng.. <:1. per-Lod

ol""r~!6in"i~?t9 :iifu.d '}.tktrchc::~i98i'~ a.!ld we':shall,,'ilPW report tl1e:,r,~~,B-:I.~~

ob t.iiit~~laL by:~ ':the"::- ;s:t'udle's:: s:

application fails to disclose a certain part of the construction of

-Cat'e:gory k: Cases::'in,'which,':the .:,specification,':Qf,: the Pl.:":i,Q:r'

a!)!)i:i. cati'o'ri exj;:dic.-it ly':',des-eribes ,;the -: invention', of'< 1;he ',' latex a,.ppli ...

i:n which, Art;i5\le 29bis 3bis of the

'(rt~:li,~Y Mq,,,e~_ .Law "were app Lf.ed and the success rate in the demands

of the t;~ia1 cases was firstly investigated.



include such a part to fully describe the construction of the

-trrverrbdon. ,o:f ttL,~':};at~:r'",Elppl:~.:ca,i;:io,n.c-.

:pategqryy: ,G-ases in1N'hich:.' the, -apecLf'Lca.t Lon of the prior.

application, fails. to, d Le c Loee a certain part of the construction of

--::t:h.~"inV19nt:i~n",of:~11~ lat,e~apP~ic.ati,on, and could not be amended to

inelude such Gl.' PGl.';t"'a~"""f"aIIi'n'g"'-'t·'o""''ji'ave'"''''a"-""'6"i~G5-'r,'Et"-£o"r""'''sli'clf''''''-'a:rr''''''-'anfend':;"'"

men.t, Neve,~the,~E!5:,g",.it}'1,~s de t e r-md.ned that the invention of the

la-~er app j.Lca.tLon, .Ls eubs tantd.a.Lky th..e same as the .Lrrverr'tLorr of the

.pr-Lor- app j.Lce.t Lcn ,

From one 'aspec't ~i <t'h~ p\.fJp:(~/r'"t'o:f'the"le:g;±s"lat'ion :'d:f":Article

29bis , it' Is co~'~';':Lder.'ed"ttiJi' ~tliEr':sG6p~"'6f<'fhep'r£i:>:t a.ppl±catfon'>"

denying or n:egat':ing t'lie Inv~rit:ii>:n:;';6f':'t'b.e iat;~r-'a:pPl,±cat:tein'is "8.,;"

scope in whiCh th'e claim c:~b~' ~Xp'~'d"ed: 6r""tiafrowed"o'r changed;::bf

way of an amendment' .. ;o~ tlie;;)b.i~'"is:o'i thJ;d~s'ct-ipt:ioir':in\'th;f ~pe'Cl.f'i

cation". A~'~ord~:~~iy',::~h~ther of'\irit,;tB.~'_:sp'~2i:ficatio; of" the": p'rior

appi:icat'ion may:-6e amerid~d to 'bfirtg:', the::"iri{f~nt:i.ofi,:"to~:be 'th'e:>'shih:e;:::~s

the invention (r~'~.'the blciirii) ;'ol,tiie·'lat~:t:~I':Pii8at:i.-6n:~:':IDiiY':'~ivE{' a

certa.'in gu:f.de or crtt~'i:ion for th~"'d~tefilii.nati611:of""thk: s;c'op:e:':;h:{

gories.

is the reason for the classification into the above three cat~~'

As ~hown :in T~bie:l~:":fh~:.':f.~:iifiit~ obt~~Lhed:1:)Y;;c'ias'~'fiY1n~ ':the

102' cases in which: th~':'d~~arid':r~r' trial wa'-s 'd:ism:i.sf;~'d:'~ iri.--acc'O"r:Ci'knce

TIii"s;"

folio'./s: '

2S"'cases"

25 ceeee

52 cases

are as

the invention of the prior appi:iciti6ri':'tindef. ifti.bl~':"2'9bis':~

with'th~ above defi.nitions~

Category A

Category B

Category C

:tt is noted" that there are "'a co~~id~:rabie 'n~rilber;'f: 'ba:~'e:~::''':W:hi:bh'-:

belong to CategorY' C.
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3.2 Patent Office practice

;It... is. rio trd.c eebLe -fro.ro. the"d~t~{' ::i.h' 'the 'atta'ch'e:d'. Table> ,that

-ene success rate in the t,rial ,~as~si.'s '-v'ery:'.,low :i •.e.,'ori:ly: .12.1%.

(As compared vi t'll uhe succ~ss-rat-e in ·the f'r:Lal has'es'·agaihs·t

Examiner's decisions for rej'ect'ion,"wllibh' i.i 'abolit '60%,a.'s'an- 'avea-age

for the last 5 years.)

These data indicate that once a det'ermin'ation;ha~s'b'eenmade

at the Examination st'aget'o the effect t'h'at' t'he Lnven'tid-onerac-ev'the

same under Arti.cle 29bis , it' is very dif'ficul t to-,h'a.ve-it 'overruled

'i?Y a ,·trial. In 'JIlaI:\Y .0:( .,~he _auccee eru.L "tria:1<?ases, a distinction

o'vez- th~invent:ion.of~;he,pri(),r_,~pplicat:i:<?n,wasmade clear in the

c one t r-u c t Lon vaa well a.s ,in _~.he,1;eclu1:i:c<3:1 merits thereby obtainable

and<as,the result." a dete:rmination was made to the effect that the

invention of the later appLj.c.a t Lon was not identical with the

invention of the priqr applicat~o~. Ino~~er words, unless a clear

_gi~tinction in the technical merits of ·the invention of the later

app;t~ca_tion-,is es,ta~:lisl1f3:cl, a_~f3:re ,paE,~~<:il difference in the con

structionisnot sufficient to reverse the Examiner's determination

that.-the,iny,ention,is the~ame ~4er theproyisions of Article

29bis,

It is also noticeable that there l are many cases which b~long

.ee C,at,egory, C, among~het;U'1s~9ces~,:fuJ.~rial cases. In many of these

?,,a,ses:,a difference in the c cns t r-uct Lon is recogn,.izE!.d, and n e'ver--,

theless, on the basis that no su~~t~~ia1 distin~tion in the techni

cal effects is observed, ~~~h a difference in the construction is

regarded as a "mere of the consty~"t;c,n (for instance,
..

as a. "mere conversion, addition or deletion of a c,()mmon means",

"mer-e .. P?-atli?~- ,?fmate:r:i.C1:l:or substitution withan e<l~i,yatentll, "mer-e

1imitation or change. of the shape, number or arrang;~mEm:t" or flm~!7
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limitation o rv tcfrarrge. ,o'f values f l ; ; ( ae. to" ,:thes.e, .t.er-ms ',_,;:5 ee,:t~~, '~XCUJli"

n'ation:'St-andard,:f':or-the .De.te:rm1!lati,o,n:,9:f. the ",$~e' J:1l'ye:g~,iq.~:3:)J.,

:-and'>,:the .inven t':iori :o'f'·:;.the:::later,,·ap,pli'cation .de .'de,t.e~in~cL,t:o b e uhe

a ameve.e .tihe Lnverrt Lon dde e Lo s.ed ·in "the :-s,pe,ci:f:i.c,at,ion.,o,f,>the p r-Lor-,

appLdcatid.om,

The:,':bas1s ":for such-".a":·judgemen,t>:;.seems,_ t:o::-:be :l:>8,secL:upq:p. t:h~-,

Exa:m'ination·Staridard -f'o r- 'the: .De t ez-md.n atidon "of ,,:the, SemevEnven t Lonee

Namely~'acd:Ording-,;to-·the Examinatio'n·S·tandard;:, "t.be vde t.e r-m.Lna t Lon..

6£·ithe'invention disclosed i,Ii.::the:,:':,specificat,i'on",should b er.me.de on

the: :'bas is", ::d'f 'the e e.chna c a.t. matters ,explici·tly Lde scr-Lbed ::,:in the

-s.pec Lf'Lc a-t'·ion:,: and .:the: in,t etcpr-e-t a tidorr ::o·:f:" the' t e,clmi: c a.Lema,t t e rs

should ,< <howewe r-, bemade'::takingin.to";:account· equd.va.Lents<.",',t 0: thos.e

disclosed in the 'speC:1f£c~ation:.: The Examiriation::Staiidard::does::not

give any further definition or explanation as to what is meant by

the "equivalents to those disclosed in the s pecdf'd.c a't Lon , tI However,

one may assume that the equivalents are technical matters which may

be supplemented to the specification by way of an amendment. From

this standpoint, the provisions of Article 29bis are applicable to

the above mentioned Categories A and B, but the same provisions

should not apply to Category C.

However, as mentioned above, th~re are many trial cases

which belong to Category C and to which the provisions of Article

29bis were found applicable by the Trial Board, and the number of

such cases amounts to more than a half of the total number of un

successful trial cases. From the study of the Trial Board decisions,

it appears that the Patent Office determines the invention disclosed

in the specification of the prior application and jUdges the identi

ty of' the inventions of the prior and later applications, in the

following manner. Namely, the determination of the invention
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ddscLo s ed in' the:'sperc"if'i'c'a't'ion of'."the .p r-Lor- .appLd.catLon is .pr-dma-.

rily :', made -con ,·:the b.::fs'i:s ;"0':( tihe.vt e chn.Lce.L .ma't t ez-s "'explici'tlY'.,des'cribed

in':' the' specific'at-i"ml', ;'but at;:the ''''s'arne,tim.e; "technica'l-mat.t:er,s::which

may::be regarded aeoequdva.Len t ,t:o .tho's e 'de-scribeddn-.,·the·specifi'-:i.':

cation are also taken into account. Then, the inventio:n:::o,f:.,the'

pric>r app Lf.c a.t Lon onhue det,e'rmi!ned,,';;f's compar-ed. wi·th·the. .c.nven t a on of'

the"'lat'er·":appli c a ti"on ":to ,se'e,':the <e Lm-lLaa-d.t.y F d'r:difTe.rence.,,:i'r.L :~:l1,ei:l:';

cons trr-uc t Lone 'and "tie cfand-c a.L merits;'. cand .e-c-en 'whenadi£',£'erence':in;a

p azrtc o f'arth.e cons't'ruct;'i6n::is'-recpgn±.'zed", the <'inyent-i.on:o,f': ",thel:a t e r'

application: ;wi.ll ':be':'judged:to,:,be;:·;the;sa.-ne,:asthe, .Lntven tiLon or"the

prior app Lf.oat Lon.of.f' said part,,:,:Ls·commonor, obvious. in,'_t;llepart,iqu

j.ar-. art "and if':'there is .mo .dd s t:lriC,t «techrid.c a Lr.mer-d, 't.e thereby

ob t ad.nedcd.n! the':inveIition,:':of the La't e r.vapp.Lj.ca.t-Lon ,
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'!'his may , be,i.l,lustr?-t,ecl,1JY~lle" .. f'o11owiIl,g' ~i,gure.

TlaF:hni?~l ~natters -e.:"pl:Lcitly'
d'e s c ri'b'edinth'e"spec if"i c at i on
pi' tlle"pr:Lor application

Te.cl1ni,C;.~lJllatt,e:I:'s>~Clu?-~C3.~,e~t t~
those described" in'the'sp'ec-·ifi:";;:
cation of' the prior application

Technic al'~'~'t;te-;;~"z";}'eIt'"hze'r'"

id~n:t'iba:i' nOi';"'e'quivaiertf: -t.o
t~.o s e,,(:l~,:s ,?ribed,i,I1,t,~e ,spec ifi
ca't Lori of' 't-he :pri:or'>appiication,

b l1"t: "t1l~:r,~,i,s, :r:o,sub~,~ant,~,~l
dif'ferenc'e 'intlie' technical'
mer:its

( a)

(b)

area in which' ti"lE!'ihverltirin: ~':f' the'late:t -app-Ld'c a-t-t orr .cda
.:se&'.!3::~cl,E!?-:.,as bfeing descri.bed in the specification of the prior
app'lication.

( .
Th."" .e. ':~~()p'eO'i' t."he '.irt~.:e.h.:'.t:iOnO:f'th'e prior app Lf'ca'tLdn Jcap'abLe
ofnegating,~he later~pplication.

-It- W:i'll:ib,e:;-:'se~n:that"t4e:.~~ppe:,of',.th~,: :inyen,tiqIl.,9f,:,t:l1,~_ p r-Lo r-

applLc a ti,on,p apab1 e of,n e gat,iIlgithe:",~,<:t.t;,eJ:' appIi? a ~~, ()I:l' ~..~, "':""~ gn~ d.deET

ably wider than:the s cope. (a), oJ': :>t;~e iIlv~_ntion,;e~plic,it,ly"d~~Sr~R~d

in tibe cepecLf'dc a td.onv.of' :,:the pri().:t:. .-appliq~tion,. ESJ2~8i<:i~':lY" ,.~. ~,_,

invention-which be,l:on,gf;tp:,.tlle" a,:I:"e~(I::) is neith~:Il Lden t.Lc a.j, :,!lQ:t;' ..,

equ-Lva.Lerrc , in Lt.s ;cOAs tWc:1:::i()Il.,,;,::t0::.t;A.~'ir.ry~nt~C?':r:'-",e:x:p.:l..:i:-G=!-i;,J,.y

provisi9I1S of, Article ,29bis.

the Examination "Standard for .bhe De t e.r-mf.n a t Lon q:t;' ,:the,., Same Inyen,~_"

-IIo~En'e3:"':'-.acco r-dd.ng to t.l~e,;pI:'esen~_,?:a~~~,~ p~~:i.Ge.: pr~cti,~;~,

~Rcorq.~.,

tions -i;s app Lf.c ab La c ommonLyct.o Ar1;~9:L~~,~,29, :par.~:. :L,' 3~,; ap,~ ,?:9.?is,

ingly, ;,t,here .d.s. C?- criticism :that ,the,PateIl~()ff:ic~,"~()7s :to ,far in

re j ecti:I:Lg:,th~ ,i.a,pp:t,i.l?ati()n ~,~:~()ng:i:ng',1;():~ i;,he;<;t::~a:',(9) .-,.pnPE::::r::':,i;lle

described in the sp'e,c:Lficat~()~ oi'.the ,prior. app Lf.c a t Lon ,

and, i t:,has ',be€'I:l a:,loI1g -ee t ~l::>:L:i1Shed.:prac~i. p~>f0:J:'''' ,i;1:le,: de;"t.;e:rm_=!-pa~:i,?p:

of"thesame Lnven t Lon s und~r:~r~ic:J.,e:5,,J9 and ,29,,. pa:J:'5l~ Ji. t.<:l;, t,~~",:::~ t

f'o r- granted no. include the"area,.(-c) in t.hec s cop e of': t.he ctnventaon.
',',,'-' " ",,, " ''- '.-''''-' ,.-, --'-'.-'.', --,,, ',,' ,-'"",;,'"" "" " ..'"
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of' the prior applica:tiori:'which:'I~ capable of' negating'alat~r

-.apPl,i.~at'i-,():tl::~:al'l,~'I1:,g,:¥~t~i:n'-:;~:hl,s':'az-e'a, There is no reason wfry the

'd'e t e r-md.rra.tid.orr o'f: ,the s ame 'Inve:htions..under- Article .?9bi.s'should be

d±s,:'t,iIlgp.islled from i;haFi- o,:( ',A~ticle':39 or- 29, :Par'a"l. Accordingly,

it is difficult to say that" the" trial de c Le Lorre: 'in" Oa t e go r-y C, are

unjUS1;i'~i~_cl}is,, :gq:i.ng,:.to.o.: :':f.cir ,beyond the Examination Standard.

;~;,:;prap.tic;e,:.,'~ow.eye:r,'a'questio~ arises as to the breadth of'

the az-ea :('c:'}'.The 'breacl~ll"v,ar,ies depending upon the particular

technical field of the invention in question 'and upon the e.eane of

the' ,:ar,t ,.at,t,he "fil:~Il-g .da;:te: o,t' tll.e;,apP!li,cat:i:o~, and it is, .quit,e

difficult to accurately and objectively'de£ine it. Th;~~~~ore~ the

breadth of tll~ _,~~eCi..(c) will ,usually .become .,tl;e,ma,in issue betrween

the Patent Office and the applicant'. 'Fr~:;rrithe ":re'sult'sobtained by

..the' inv~st:igt3:.t'ion Cif the tii'al' :d-ecis'i'o'ns'{i:'t d.s. -app'ar-en t. that in

th~ 'determi:nation Of the breacith'Of',the':'are'a (c) ,'the·pres'ence,'o,r

t"libsellce ':'of':'a difference' ::i.ri'~'the "ti'ec'hrid.c a.L nl'er'its:b'etween. the' -Lnve.n-,

we'ight' i's placed 611 the "eecfindc aj. merits" '~:'<and::the;u c on stfucti6ri"

material:. Insllch pra6tice~':there is a -b endency that 't oovhe avy a

art, a mere substitution with an equivalent or'a mere change of ' the

when th-ere is adif:ference in·tlieir c'onst'ructi:ons', on the : ground

that the differerice in the construct'ion"':isnothing more than a 'mere

modi:f:l.c'ati6n':'bf the'- con:structi:ori '6bvious: to' thos,e·skilled.:fu the

the technical' mer:its, ; the )lat'erappl'iCati'O'n.'wiTl'be rejected; evan

bi'l:sed on the'-'<"obviollsness andc equdva.Lent;" "go e s v tioo f'ar beyond the

limit o:fAXticle29bi.s t6 euch all,:exterit,,··that :'it :falls wi:thin an

;te'ii'ds 'teo' be neglected. :Further~' it';i.s ":'feared"that the de t ez-mdma t Lon
~ -1----

area"where Article 29,,' Para.:'2 (obviousness b ae ed-xoncthe vpr-Lor- art)
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should

.-;

is applicable ..

IIi .oz-d e r-: to' 'avoid' 'thi~;,.i~.t~s_~ :r~9c>mtit~ilq.,ed·that. ,orice·<an.:

ob j e c t.Lon is raised' uridez- Article "29bi~", ·the 'sap'p Ld.carr'ti e.h.o'uLdv rro f ..

only c 1 e arly-di'st i:iigii'i's'h"the' -,. cons tir-uc t i on- ·of"-----the---Lrrven-t-don-cotr;....-hd,s

applicat iOD:""6Ve:'r' 'the" "Lrrverrtrd.orr -dee cribed-- in' the--speci'f·i c atid.ono.of

the prior apPII6~~~'~on, --'~~'~'~'~-':='i~o ~-l';~rl;~"'~i~t:ihgriT~'h':'">¥.fh~-:;t~'8i&:r6'ri"m

"" .':"}'< : ," ", ~merits resulting trom the difference in th~ construbt1~nand~then,

argue against ExarninJr I s determi:ri.'a.t{on tha~':'th~":c'bb:'s't;'~..lciiOn

of the pre~ent-'Lrrven t Lon is wellla1oWIi'c/r common iii' 'the""~it;;prior to

the presen~ appli6ation.
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.
c: ·7 -r-: rt:

Patents Utility Models Total
c: I

... ~~ltIber of .cte ca.eLons 48 68 116
I

I Succes s f'u j, 8 ... 6
•••

14

,Unsl,lcce$sf'ul .. 4~ ... 62 102
.. . I

I Succeee rate (%) ],6.7 . 8.8 12.1
.

Breakdown of the
. ...

unsuccessful cases

Category A* 14 11 25

Category B** 9 16 25

Category c*** 17 35 52
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* Cases i.n which the s pecdf'Lc a't Lon of the prior
application explicitly describes the invention
of the later application.

Stat~stic~ofTrial Decisions

l.lrider'Article 29bis"

Table 1

** Cases in which the specification of the prior
application fails to disclose a certain part
of the construction of the invention of the
later application, but bould be amended to
include such a part to fully describe the
construction of the invention of the later
application.

*** Cases in which the specification of the prior
application fails to disclose a certain part of
the construction of the invention of the later
application, 'and could not be amended to i.nclude
such a part as failing to have a basis for such
an amendment. Nevertheless, it was determined
that the invention of the later application is
substantially the same as the invention of the
prior application.

Notes:



'I'abLe 2 Statistics qf' Tri'alDecisiol'1~.Cl.s ClCissi.:fied.

~A.oS ?!cl~~g,'t-()'it1?-'e': Tec~~cal ..Fie'-}«:ls

~ucqessf~~ g~ses Vnsuccessful Cases

'('5" ",c,1:0 ,J; '\L
t
" "" '''') IC~~':Al?'o~'1ca~,eB~~~1C~te~;'''?'I,To,ta~ "I 'uccess 'ra e 70""'-- ---,,',,-- " " :.<. '" '''ii,: .'.-: "-"',

8

o

~4

42

10

4

6

3 I ,~2

o

3

~9

~8

0 I l, I 2

8

--
,~4

a I 3 I 4

2 3 ~o

52 ~02

~7 40

35 62

o

~o ~3

5 5

5 8

2 4

7 2

Mechanical I 6 ( ~2.5)

Patents ~

Uti~ity Node Ls 5

Electrical 0 ( 0

Patents 0

Uti~ity Hod.e Le

ChemicaT 6 (33.3)

Patent's I 6

Utih.ty 'ModeT51 '0

~' ( 9.~)BUi~ding &
Construction·

Pate,nts .. I ~

Uti~ity Mode~5 0

Da:i'ly: Oommodd-, T ( 6.7)
ties

Patents 0

Uti~ity Mode~s ~

Tot a ~ ~4 (~2;i)

Paten t e 8

Ut':ili try Mode'ls 6
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II. Court debi~::i.8ns concerning the divisionof'appli.cations
, ., .....'

after' ·the Examiri.er·,'~·s,de,ci.si()ns·,f'or'their publications

,:,;1. Introduction

Concerning the divis,ion, of' an_~~pp,1:i,9a:t;~,(:maf'terthe trans

;m~ttcii of' the. Examf.nex-r s decision to pp.1):lisl:t,}h~ app Ld c a t Lon

!(her~inaf'ter ref'erred 'to as the division of' an application after

: tl1e de cd.s Lon f'or its pUblic8:.'tion), it has long been an issue

'whether or not a new divi~i~:nal application may be filed for an

:iriventi'on "no b t c Ladmed in"the-'''original' or -parent application.. 'I'h.e rte., '

! ; : "

Iwere several dec~sions by: the Tokyo High Court denying the Patent

: Office practice and allowing such a divisional application. "The
i .. ,.'>;'.:, ,:>_.",', ..":

1',g!<;y".Q" .~.::i:,g':g"qQ'Yl:'~, ~~~::i,f3,,::i,():n~.~~re. appealed to the Supreme Court for

final judgement. The 'Supreme Court ha$ recently rendered two.

c'onsecutiv,e de cd.s Lone' upfio Ldd.ng- the judgement of the TokyoIi:i.g~

!' Court that such -a divisional: application is:permissi,b,le.",- Th'll~,:": a

i peri~d 'has been put t(), this long· disputed issue.

There were the following four decisi~ns by the Tokyo_ H~gh

(1) Case of' "Filming at: a half' size movie film and a method

thedecisio~tio. tihe ,dJlvi,si

Cour~ during a period of ~from May ~1978 ~o April 1979, which rela~e

i~ Introduction of the court dec~sions

,": ',: : . : .. -
to the :divisional applicati,ons in Japan. W,e shallals';''-'I)oint out

import~t points which the appLd.c an-t shouLd. take Lnnc caccounu when

~iling :'a divis'i~nal app Ld'cab Lon ,

:We shalJ ~ntroduc~ the deci~ions by the Supreme

the statutory provi~ions, and the Patent Of'fice' pra¢tice relat±ng

for ~he projec~ion" (Case Gyo-Ke No. 89 [1972J), ~he decision
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de liyer.ed,-';on~, M~y<:?,;:,~,19,:(':8

;(:2) Oae e. 'of:: .-;"M,e"t}:1q,p.',.,f',or :[)P;J;(We:I:";Lzing ".~ __.cp;njugate:d, "d.Lerre It
.. . .. -", ...... ' '.' .,... '......, .., .;.".,""'.. :'.., .".;... ," ..j" ".,

(Case Gyo-Ke No., 54 [1976J)" the decision deliverep. on June ,28,
, _ .... ' --..... ,....'''''' .. , ,'",./

1978

:/_'_ _ ,," __ ,L))"C",a,sse_"o-f ;;f9F ,;:p;r;.o<lH-c:.~,:q"g:;~, bU:Ildl~,cl,g;l~~~.,f~be:t;,~,rod
-- .-W._,"'" ' __".",w,"','v _>~'__ ''''''~''''''''_''''

judgement .we.s -made <;,affirnri.Il$ -.:the,:appli..c~~,t f s.__:cq~te,n'~~0rl·:~hai;:,.a,:

,:',·In, e,ach',Qf, -eheee. couz-t 4e:,c:if):~,(),rlS,::,9Y:',~1?:e.i.'t,q~CJ.,.JJi~1;L:;~ourt, a

for :,the,. .tr-ansm-teedon o.f\<an, ,opti,cal image,',!",{Cas,e Gy:o",,:,Ke, No.•. 168
;.,,: .. ,'. ,,' .:.: .'";,, ' .. ". --. " ." . " , ..",,', ..", ,', ,',',- ",. '.' '.' ".: ',,,. '" ,,', , .• ,"'" ' c. ".j. ' ','.'- '" '. " ."., "," ,,",

[1977J), the decision delivered on April 10,

,c!+,) ,C,as.,e;: o:(:/,!A:,..:~ee:<i,le;"7":~e~e,c~~rlg;;<2,~,::«t:l;~Y~.Ef3;:; f.'o:t"",a ~~wing

macn.tn.e.". COci'se,,'..Gyo,-.Ke".,No.', 1:?::.'fl:978JJ ',:i1;,h..e :;~e?;~.~on.- cl~1iX~J:'~ci,.c, Prl

April c2,4, 19,79

diV'isi-onal' .:a.pp1icat'±'on",a£i;.ex",,:1;he .rf.e c i.s-:i.().~, ~~:t: ~~b:1:LsaF,~qfl.:", ?"!f;: .. th~, ..

o rig'i.n,al ,or"p.arent::,:,app:lic.at'±on C:q~rE!f:n::aft ~r :r:~:ti~;';'~d'i:;0 ;;'e~ 9 J;'~ ~n,,~1

appkd c e-ed.on }-,;: '__-s'hou Ldv.not be ::,x;e,s 1;pi.,q.t.~q ,:":J9: ,1:,h§!'L,§:Y"Pj~st '::' J:I:l,?-t-t13r:::p,t-,?:,~lJIed

in the ;,:,original<.:,appl;ic at-t-on ""an.<l IDCiY be':Jn~Jj:e .'__,:.f.o:r;,:<tl:1.~ ",:s1J:p,j e,?:;;,,;,t;n,8.;:i?~~r

dds c Loeed :in the>,detail,ed d,~s;q:ri:pt:t0I1:,9:f,,~:p.~: ~:J}vl3:q.~,~pn~.in"~h.e

,s'peci:fic'at:ion ,or d.:n "the drawi.ngs,:of:..,the:':,Q:~:ig.tl'J.;a.l,: ,Ci.pp1:i.9;::t.tig::r:l.

Among .,:,the:".aboYe'';::identi:f:L,ed e.as ee f,,:::the c as..~S! ,:(,:1 1:-,,"cm4~{ (a) ,-,,;:h,C!-.y'~ J;:),§'!.~~.;:'

final-1.y dec Ldecf-cby- the Supr-eme __;~qQu:r;i; :in ',:t;he,::"f91],.9w:i;ng:-§.~.f),~§,:;;,

(.1) ;Cas,e,::,ot>.. I,I.Eilming~o,f>,'a h?ilf eLz e t'IDqyief'i':lm and .a .lll~th:od

for,the .-,proj ec t Lonu,:;( Cas..:e, ;Gy;.Q~'I'su .:Np'., ),0,1 [1978] }",,:~he d~_cisiQn

d,eliyered.,;oI:l,:Pecember,:18;, 1,980

(2) Case of "Method for polyme:t;'izilng:,::t:i qq:r:l--;j~ga,te:c::l·".sl:i.,e~e~"

. (Cas", Gyo,..Tsu'cNo."c 140 [ 19,78J) ."1;h",.decisiong,,,liy,e;r:-ed~>nMarch 13,

1981

In both cases, the points at issue and the sUbjects for

:."

judgements at the'Supreme Court were'substantially the sarne. There-

fore, we shOUld like to explain the point at issue and the subject
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f'or judgement in the case of' "Method f'or poTjhlieri,z~rig:a':conjugat'ed',

d.:;i..,eri,~It ":'a~ ::,~: fE;pfe'S:'en:t'at"iVe:'e'xamI":l,e'. -"We :shal-l'" :"at: <the, -eame '::t:ime

diS'C~§~S ,:o,·t'liJ stathi{o:ry <p~h:v1s::ro:iis\:: the' Pat'eht' 'Qf~i:'ce .p'r-acbd.ce. and ,'.

recommendations for the applicants, relating to the division of': ,an'

'~ppiicat{dn'''a:f'te'r''t;h'e: dec.i's':fon.'J"Or· :its -p'ub.Id'ca't f'on ,

Case ':':;'i/i tlMe:tl1:6d':tojr'::p-ofYm~'rl:Zin'g a d6'ri:jugated die'ri'e·1I ::;..;'Dec:is:ibn

by the Supreme Court

'The" oriiinai'app1'i.C'ati'on o'f -the' ,'d':iVi;s:lonEil; pe.t-en't vapp Ld.ca't Lorr

in i:tue~tibn,::,w~s"":t.ii~d 'on:'J1l1y '19:) "196f,' to whi"ch the Law -No:~':,1,2'1

of' 1959 (hereinafter referred to as 1I0ld Patent Law")' was "appl:Led.'

Said '::6r.igiii~l:'appli:cat:i-on ,was,' f.i-Ted wi-th "claim': 't-o arccn-,

verre Lon date -,:'- Of"July 25;: 1'960- "bae ed ::6h'a;,;U~':S-.:-Pa.t en.t ''Appli,c'ati,on';'

and:'pub:lish~d("ori:'May 27'~,: 1963~: The' ;a.ppl,i'c'ant,;):fil',ed<a:, d Lvd.ed.crra.L

"'app"li'c'ationC- on'::'October 3," ':196'3; 'i'~'e. "a:f:ter :th'e,",,'dec::Lsi:',on ":'f'or.>:ptib,l±

':'"6 a.'t .ion':: 0 f:·' the·': 0r.igiiial lapp l.ic'at :LChi' ;::';and a' final> FreSec t:l. on i:by,",the' C'·'

.,~~ Exarn1ner'was issued (::on ;;.Au€;us't' 15," 1967.,·: (/1'h.'e· app:li'cant:,:~i'l'ed -a'

demand" for' a ':trial' on DeCember':12,:';I967~';- On -De cembe'r 1'0:, )'::Jj9;'75,~"':a

trial decisioilc'was ':'de:i':ivered' 'to ":the,:,::e':rfec:t that ::I'the' demendvror- ~ the

,tri"a.'1 can''':not be 'sustairied,~'·' .'Then,',: the appl,ic'ant';'f:iled:'an;'act.i'on:

for cailcel,'lation',· b:f'the',trial dec':ision"""w:ith the TOk)To:High Cour-e,

On,:'Oiine 28;1978, the;:~TokYo H.igh Court:j-del,ivi3:red:)a -d.ec'Ls Lori in Case

Gyo'-KeNo; 54J.976 riCe. the above:Lden1;:i.f:i.ed .case (2). 'I'hei"ieontents

of this Tokyo High Court decis.ion was';iri.troduced';'by,'Mr~Xata:dka,i>at

the Nagoya COIlg±-ess :i.n J.978.

The'; jrr-ee'en't case--:is:a: c aser-appea.Led 'f.'rbm,ithe "decLsLon of-·:the

Tokyo H:i.gh Court.

2.J. Assert:i.ons of the pJ.a:i.nt:i.ff (:i..e. the Patent Off:i.ee)

F.irotly, with respect· to the sign.if.icance of' the invention

for which a divisional application may be filed:
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(1) The invention which may be madeia s.ubjeq:t. ,~a"t;t,,~F. _,f'c!:z;' a

,dd;vis:i'pna'l,appli:c::ation under- Article 44 " Para. 1, is.an d.rrven t Lon, ' . . . ,--, '- " __,' ..'.- ,/ -':;.'- .''-.' '., , ":';';'-'.:.' .- , ,c'·: '.-

of" .avpe.t-ent .appLd-cat.d.on-,.. ))1 :otll~r,.~()rqs,:,'.ic;t;",~,s,,<3p, i~v~.n,-t:,,?-()~ <!,~5:~:"

c Los ed c.Ln ·t-he:,claimo~,cl,a~ms.> c0.f .:the,:.?I!~ci,f'i-FatiRH ,which .,:i.;5,8:tt,~c;hed

to and it

an inv'ention:which/;i"s':rn~J:'e,1:y::"d:i;,sc:l.osedin ;tp}7::",:,t,'<ie:t.~~:1~,dA~,fj}?:r;i:p1:;i.-,,~n

of' ,the Lnvent.Lon." ,:of':,the sp~p:i::f":iq,~tio~ or ~~".:the t1:dr;<:l."r~Ags~'.;,~~.~,~9~ed

to .trhe ,p.eti:tion ,(Ar:.tic'le.J,6:,.-,,,:Para•. 2}., The, s.-pecif'i~A i,:qv~I'lt.~.9Il of'

an app Lf.c a t Lorrsha.s van impor;t,ap.t:f'unctiPI1·fo~.d;~.:fip;i!:l,g;; ,tJ:1.e s cope of

the -pa.tierrta.rex.amdmat iOIl<~q.,;::':t.h~;.;:p-q:f:;~_Z:- p ez-Lph.erry.' ,Q:t:, tp.;~ ;-iglJ.,t 5-, "giy~,:q

t,o.',.-the; applicant, by:,the. __ ,!,.aw:,·;, auch as ~A,e,,:p~:t~nt,r~g:qts.-~ -'I'her-ef'or-e ,

.. nhe anverrtLon ml.ls:t:he e:x,p];,ic::Lt:1Y,,::~:p'e,ci.fie,qat til:~ ,::t,i,IPe: o:t: t:~):"i.I:lg

the -appLjc at.Lon , 'The, :in.·t:eI1'1:;,.~on.;;,of,Artic1:E;36, o,f, :,th~ "Law which

require,s,,;:in adddta-on to: ,,,the , ".d,:et~:Ll~<i,:d~.fi,S:r;ij:),t~ion:,?f ;:,tll13. :.~-B:ye,n~

tion", lithe claim or c La.Lme " in the specification attached to tll~

p e t Lti,qD. o,:f,.:t;he" app,li,Y.cati9Ib_ a:n4 l<1;1?-i:c;h f:,~.t~p:u:l,lfl,-t,.t::;5 th~t f1t~e claim

or c Ladma It,::mus,t ':'os:tat,e, Jq~:~y: ..:the:,:~a~,t:e.~.~:_; i.J:1d:i:s:pe~,~~J?,:I;~ 'PC) :,.th~ C9P7

s tru,ction'of;: ,the ,:,iny:eI:l,t;ion ,~discLoe.ed .d.n the, -4~~ a;.~ee:t;_"c1.~,f\l. sr~p,t;,2'~:qf

'.,the:,,::·inven:l;ioIlII ,';;,~s.:.to have theinvention.·of .t.l~,e .; ~:ep!ic;~1;iq:r, ,,·,~::p~f~

~i:ed ":lw c,:t:he s tia.t ement of' t.he v c Ladra o r-cc.Ladme ,

(2) The ~_iyi,siqna~:·app-lic,~:"t,ic)I:l}.f:jYSt;e:~il?,. a,:-~y~:;t;~~, p r-ov'Ld__ed

1:;0.: igive, r_e,lie,:~to t,he -apP:I;~ic:.,ant,in ~:_cC:LS"e:,:.''flle,;,e P!O:~~ ..t1;Latl one

.Lrrverrt Lorr-wez-e stated ',:in;·tl:J,e. ,c:J;c:lim 9-l:" clC:Li~§i --in, violation, pf.;1:;1l,~.~.

one,',inventd.on,,·for::one apPl:i.;c;.ati:on,::£1:l:J.:e.,,(the I.D~4L,;,1>o:c::ly::}.p:f Article 38

o f". the;:liaw},. -arid • is, D01;.::<:i sy:s'te:,IIl'.-;iIltencled:,,'-;CJ g:iye<reJ;i7.f <t;,o~p.,e:

applicant :withrespeqt ",to cer-t.e.Ln , invent'ions l<1;1:l;lClJ.""a:r-.E9: dd s cLos ed. in

the detad Led :<d~~;c::ripti.9Jl.'()f'-:"tl1,e,__ :,iIl'\r~nt.ioIl in, the: .-;Sp~q:j.f:iy~tio:r:L.:::O:r;';:'

in the d:r4wiT,Lgs" b:ut.::'f~iPJl aJ:'e ;:.~Ilo.,~,,:~i;;a-;t,ed in "the, q~aim pr:pl,a:irn!?,-

Secondly t wit:q. r-eapec t tq 1:i~e;:cl:p.rai:;ioIl:dn:.whdcn. ~,,;d;iy:i.s..:i.o:rlal
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appiiccitJ..'on 'tiJay"'be;"' :r'iled":'

(i): ,:In 'an c'aee ;where,- ~iriverit-ioh:'whiCh:--±'s"n'ot: cLadmedvv bu't

wli'i'6h': i.'~-' ,:rit:e:f~l.Y',disdlos'ed ,:iIi' ,t'-h'e -l1etai]:'E~d, des'cr:j;:p:ti'qn' "O~;:ithe:-in:"

\r'~ri':-tii:-6n in 'the "sp~b:i:fib'a:tibri:or'inthe":drawiIig's ,is; -b o .be made a:

sribj:~6't 'matter 'iJ:r ':a:' rlew pat-erit' appl±cati-on- 'in' .comp Lf.arrc.e. w:Lth

"{h.~ :"f'6ri:i"ci'lJ..ty>'tJ:4U1.reme'r.i':ts' for 'th:e"d'±vi's:ibn:alapplic'ation:,,:,' d--t';'-is

('-":'I:t.kC:es~:arY"if:fs,·t"-ii i'6: '::a.me:nd the 'spe-ci::r-i-c'at:iori:->to, 'd.n co.r-por-a.t e. ead.d

iD:ve:iit:i6h'-i.Ii' th~"c-ia:i.'iri' o'::i-':claims. Need-less"'tO'" -aay, ihow'e'ver-,this

{nv6ivci:f; a.n:'-:am'ericitrt~ri.'t: to"-expand,th.:e-scope'b':f the ,-claim' or-vc.j.adms ,

itiid:th~'d:U:tatiori ~i'thi'ri':-whi'dh: eircbven amendmen.trmay'<bec made',:_i,s

r~~~tri"C'-t:~d to'the:'-'peri:od' ',pr'fhr 'to 'the' transmit'tal: 6f'- :a" -copy. of', -:the

dee:itiion. to' ptihlisrl',:'the appi'i'caffbri,"(-Art:icTes '41artd: 64:",:Para~ Licof'

the iciw}. "'Adco'r'din:glY";: :It ':'s'hou'lci: 'be",und'ers:t'ood('-:.'that 'a, :doL:v.:fs',i:pna,lf :'

appl:tca:t'ion 'a:ft'er:':'t'he" }de'6'i:sioil-'£'or c'p1.i'bl:ib'at"i:on: can: .ric: l'onger'heF;,

made.

(2) It! <is ,,'u'it'aJrs':t:d6d -'-'£ha.:t' the sti.b-s't'a..rit±:a:'l;'rea,::s"oris" for

lim:i. ting the per:i.6d-::'fO~":'cmaeridirig,,"the':'s:pe'c'i.::fic'at:i6ri.': to- ·'>a:dd' "t'c)::::a

claim:',·' or clai'ms''-''-a.n:::'wv'ent±on::wh:i6h -'-i;'s' l-Ii'ot'(;,g-t-a.:t'ed:' ::iIi "the ;'cl:a±Jii'::'o:r:

cla1ms :df,:the'specificafion:'-at-t'ia'ched"6,' the ':pet-it'ion'6:fthe' O:rig:Lrial

application but which is: merely dds c Lo s ed iIi' other :p'ortidns 'df:'the

'specifica-tion'.'or-:'the drawings:~>arid,:-forirest'rictirigthe' p~:z?iod for

:filing 'a divisiona3:- ,::,"appl'ication which;-:'makes:':said i:riveIitior.f at-aub ject

matter of' a::,ne~:'a.pplicati6n," to; a '-peri6d>'prior::to:the":',tran's',m±tta:I:' of'

'~ 'copy6:fthe'<-decisfi6ri to:'"publi;:sh' the ;a.:ppl[±,c-ati'on;::aref,:,sli-ch':that,,-,

on one ha.nd:~':a- third:::'party 's,,'>iritereiis't; s:liotild '11'ot ,:;uri:fairiy'-:be 'cc,pre:';;;

judiced:::by--:the' right's df,,"the<'al'pli'cant""'since:: after':; the pubLa'c afid'on

Cif':'his" application} ',,:the appiicant:,:-has;reX:cHtis'i-ve ::rights 't6':':coriJ';;'

mex'-ciaily': work;,:tne" ±rivention';Claimed. Ln the ':'application (-it is'

appaf-ericca.Lao from; the'-:prov±s'ions of' Artilcle 70 i:o-f' the:':Law':"~that the
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tre chnd.caa.. scope,' of:, tp:~ inyen,td.on is. z-e s tir-Lc-t ed to the .t.ecfrnd c a L

s c.op e of the invention s.tated in t ll ,e Cli:l..,imor'?~?!..:i.m,s:J,I.~d, on"t};le

rither.:':han,d, ,'c:lp:;:un<:1u,e;,:cle,lay in tl:1e,,:: pa,teZ?:'t~~:?:Ei_e,fa~,tion ,should be

p r-even'ted.,

JUdgement

It is reasonab:i~"'t'o ~der~t/~d'that"'--th'~";'inv.~rit;iClh'wh'idh"'iiacty

be divided out from the originalappiihat':i.ci.h; '~'~: 'h:e~i. ;cippl'ic'a:'i':r'oH;

is not limited to the one stated in the ciaimb~' ci:a:{-rri~:':b'i::::t:f.re

which the invention belongs.

specification attached to the p~:titi(m~-6i'the:'6:r{'~i'nai::ap'pfI'cci:t':ithi"

d~"t~i'i'~~l d~s6'£;ip t i~ri~ 6:f~:' :ti1ig

invention in the specification or the d:r~~in:gs so"f~~'-':a:~:: ill (t'~:'bh:ri:i

cal matters constituting the inven"t:L'onare di~:closed::i:o ~~6h an

extent that they. are acurately ~der~t::~'6:d and ca.ri"':f~~diiY'::'b~:-&6rk~d

by a person having a general t'~::~'hr;'ical':~o~i~dge o'}:':"the'::~±-t to
'it i's r~"~~'on~bteO:f'o under~t.iiJ.a·:tlLi:t a

divisional application may be filed before a d~~ision o~ il.."<tf:£.ar;

decision becomes final and conclusive.

Grounds for the 'JUdgement

(J.), . The . purpose .o:fthe. patent s)/"s j; em is j;9 p:roj;ect .. the

:L,Tlv;en t,Ol:';i :,PY ,:::gr;an t.ing (it O:.l:;J,in:l :r:i,:ght;.?i: ~q:-,:,ex c Ll,15:~y-~Ly ."[ork ..,~~h13,inyerrt.d,on

for a~;predete,rmill~d:,pe~io:dc:l..$,a c.:,omp~n~c:Lt;,~c)]:l,;for :the::disc:;L,o,sul."e::,,of

the invention.

(2) The purpose for establishing the divisional application

system is to open up a way, for an applicant ~ho">'h'as:"f:ti'~'c:i' a pai;'ent

application for more than one invention, to grant a patent for each

invention by giving him an opportunity of dividing the application

to comply with the requirements for a one invention for one appli-

cation rule employed by the Patent Law and by deeming that an

-219-



appl{ca't"ion :t-o:l :~ach :i.Il:t,.:ebtl'on: vas m'ade r-e't r-o ac t LveLy: ori: the' da,t'e"

.of' £iXin'i "6t 'th~': '~:~:i.gih'~1;;:,,;ap~1i'6;ation.

(3)" 'r'e iIs':_:~:c:onlin6.n,.p'urphs e',;b-'f' 'the' pi3.:t:ent",sys tern endv-t.he

divisional application system to grant to .an applicant who'ha.:s<'

disclosed his inventions, an opportunity of obtaining patent rights

for these inventions as far as possible unless there is a possi-

l),~lit¥-. ;9J l.l1?-fCl,iF:l:-Y., :g~,v,:;i,ng,~" ~exp~cted damage to a third party.

In;;,~i~W, :qf.thei.-,~OI.',eg;,oing,p~rp,o,ses it is reasonable to understand

t hat ;clfl.;,diV,is,~~I1al, ~PP:l::,.~"c~tio~ma"y; be filed before a decision or a

~::r~.al,deq:i"sio~.r()r ~hepri,ginalap;plica:tion has been made final and

It is untpinkable that an unexpected damage will un-

f~~~~y,be g~ven to a third party, by such an understanding.

(4) So long as the purpose of tihe divisional application is

as described above it is ,reasonable to understand that an amend-

ment of,tlle apecdf'Lc a't Lon ?r ,drawings necessary to merely meet the

divisional ~~~~icati()n is permissible notWithstanding

th~,pr9visions 91" th~ main 90dy.of.~rticle 64, Para. 1 of the

'Patent Law.

3. The background of the issue in the court: tle~~siQn

In 'order to lielp";'Urideirstarid the: issue' iri:-:the"a:b'ove .' court

de'c':Us'i.on~: we:<'shall briefly·,,:,explai'ri 'the l'egal b ac'kg-r-ourad ',:1inder':which

the:;:' 'det·'ei:miriationa{: wfie the r ;'0rnot:·: the div1si'onaT' app licat'i'ori is

lawful became a point at issue.

3.1 Sta~utory provisions for the division of an application

It is understood that the divisional application

to permit a division of an application into one or more new appli

cations, in a case where the first mentioned application cont?ins

more than one invention. The Japanese Patent Law has been revised
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severaT.·,t:imes d.n the,,:pa.;s/,t "and"...t.he "p:r;oY.:i.s=!:9,ns p'i.' ~l1e::,Eesp:l9'B~;iY~.;.

Laws. are, aa venown in' th~;:'att:ac;,:tJ.~cl.,:~efe:r;eI;lg~:;m~te:r'i.al.. AS,.,to ~~~

periJod'in wh1:ch.··.a:divis:i'onal ,:;:8,PP'1:i<??,t:iqIl':m?l:y;<p~/"fil~cl, - :the:r~., h?-~"

been made .ar cer-eed,n zaevd.sLon ,

The major Laws are the following three:
- .-.-

A. 1921 Law

Applicable to applications fIled d~r'{ii~ th~"p~i-i6d of

from January 1, 1922 to March 31, 1966
a, 1959 Law (hereinafter referred t~ a~:''-i;(O'id ia~\;j

Appli.cable to applications filed during the period of'

from Apr:i.l1, 1960 to 'December 31, 1970

c. 1970 Amended Law (hereinafter r~ferred"'to as 'i'N"~w La~ii)

Applicable to applications filed on or after January

1971

jection lt was concerned with an application to which the 1921 Law

, """:.<",:.:' ,..:.;.
Among the above mentioned Supreme Court decisions, the case

of "Filming of a half size movie film and a method 'f'~'~:' the pro-

The applicant may also, on his own initiative, divide a
patent app Lf.ca.t Loncand- p r-ee e r-ve. as uh.e dat'e:o:C each
dd'vde.Lonaj, appli.cation the date of the initial appli-

c-c ataton •and the', benef'.i,t".of';: the" right.. ,o~'f .p'r-Lo r-L ty,,-": ',i'f:;,any ..
Each country of the Union shall have the right to deter
min~,<"the,:,conl1:i.,t:ionsunder, :wh-ich~.-su,ch--:,eliv.Le.Lon., sl:1a:ll ,be
authorized.

These provisions had the same intention as the provisions

of the Paris Convention, and, at a glance, ·there seems- to be no

gated diene" was concerned with an applicati.on to which the Old

Article 4 G (2):

Law was applicable.

problem involved in these provi.sions.

was applicable, and the case of ttprocess for polymerizing a conju-

However, there have been different opinio~s in the
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interpretation o'f' the c,n'f:Dvent:i:ons'll: in the '''patent'' applicat-ion

.whibIi Gont.S:ins. two ','or .1p.6'rei"in"eIltio'Il's:-~';,T,;whi'ch frav e.vcaa t c-g-r-e e t:

prbbiems t 0'- . the-pract;'ice""-'fO'r ·the':diN":Ls-:L-o'n--;:.'d-f -'~ap:tdi:cat,ions .: No...,,'

the interpretation of the II inventions "- 'will',-'he discussed.

3.2 The inventions which may be made the subject matters of

~iv~s~ona~~p~~~ca~i~n~

There are ~V9,major theories for the interpretation o£ the

t1inventiollsll, ¥a.IJl~1! one in which the inventions are restricted to

the inventions which are stated in the claim or claims of the

original applicat~9~ (Claim theory), and the other theory in which

tpe inventions include not only those stated in the claim or claims

but also those which are disclosed in the detailed description o£

the invention in the specification or in the drawings (Disclosure

theory) •

For many years, the examination of the divisional appli

cations was left to the Examiners for his own judgements, and the

'differences of t~e personal opinions of' individual examiners were

reflected to the determination of the permissibility of the divi

sional applications. There was a fear that no consistent exam

ination was expect~d, and it was strongly desired to have an

-examination standard prepared.. Under these circumstances, "Examin

ation Standard for Divisional Applications ll was prepared and

published i.n 1977. The Examination Sbande.r-d was reported by

Mr. Nakajima at the Williamsburg Congress in 1977.

The-,,detai1s'< ;of,'ihis,-Exami.n-ation:'::Standard."wi"l;l he' explained

adopt'ed whereby:,the-"ii.hvention:;which::,may be made'the'-"subject matter

for a divisional application is restricted to the invention stated

in the claim or claims.
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The':';'T'e'gal'ha:si's;':·f'or this th.eory app e az-e to- be,,~uch, :tp.at,,:,,~~

.aubmf.t t.ed by the p Lad.n t Lf'f" (the p a't en-t Of'f'Lce ] in the .c;ase of'j;he.

abbveBupre'rne:,;,· -Cou:r-t, -d.ecd.e Lorrsq-. ·the: .speci·f'i~:d,:,iJ;lV~T.l::tAon,:..:p.,f Cln appli-

70 of' the P;atent L;aw.

the patent rights, and therefore the invention s,l·l,q.~ld,<b,e_ t.p-,e,. orre

the: -sUbj ect:'Inat te±" for .tiherpa.t-en t:'" :examinatioJ:;i.:ari,d,> ):::t:q.e., ,:p,e.r,i,pp.E!,~ CJ:~.

an 'import:@,t;:~'ll:q.9~t_:i,:,~A:.~X:: :~:<,,:...'the one

cationsh:Ohla: be' re"g'arded',,:on -ene basis '0.:(" (yariolls ;pX'()yis,:i,ons ,a,t:

.:-.':", :;·:.':V·(. i ,:: 'j

Namely, according to the Claim theory, the intention of' the

provisions of' Article 36, Paras. 4 and 5 requiring that only tid~i-

specified by the statement of' the claim or claims particularly in

view of the provisions of' Article 36, Paras. 4 and 5, ::~d,,':i.l~t'icre

cal matters indispensable to the construction of' the invention

d Ls c Lo s ed in the "de b adLed description of the inventionfl':in"the

spec~fication must be stated in the claim or claims, is to have the

invention of the application specified by the statement of the

claim or claims, and ac~ordingly, the invention in the "detailed

d ea c r-Lp t Lon of the invention" should always correspond to the

invention stated in the claim or claims.

Thus, accordin~ to the same theory, the terms "patent appli-

cation ll and "invention of an patent application ll used in, for

example, Article 29b,is (Patentability of' inventions), Article 39

(First-to-f'ile rule) Article 49 (Rejection), Article 51 (Publi

cation of' applications) and Article 52 (Ef'f'ects of' publication of'

applications) of the Patent Law, are meant for an invention stated

in the claim or claims, and this is also ap~arent from the pro-

visions of Article 70 of the Patent Law, as mentioned above. Thus,

the "invt::ntions" in the "two or more inventions" in Article 44,

Para. 1 of the Patent Law which concerns the division of an
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onJY"t'h.os'e s:tcit'e'd"j~hthei',C:Taiinor -c.Ladms Jbu-t; also ,:thQs,:~J di.~,c,lpsed

iii" th-e::':tfe;t"cff1.ed;':descr:ip'tton:; ;o'~B theinv:entj~onin_i,tll,e; _E>"p,~c;if:~:?8:J;?-0P;'

or:'iii'- th'e cLi'-aw:L'ngs i..-':-

3 ..) ,Differences in the divisional practice between the divisions

before and after the decision for publication.

(~~ A divisional applic~tion filed prior to the transmittal of a

copy of the Examiner I 5 decision to publish the applicat.i-~~';'(herein

after referred to as "a divisional application before thecie~i-sion
'~;,.--

for p,ublic~tionll)

Article 41

provides for an amendment and stipulates that an amendment enlarg-

in?, restricting and changing the claim or claims within the scope

of the matters disclosed in the specification or drawings originally

attached to the petition is permissible. Therefore, with respect

Namely, before the decision

to the invention which may be made the subject matter of a divi-

Claim theory and the Disclosure theory.

prepared on the basis of the description of the specification or

for publication, the claim or claims can freely be amended or

cation is limited to one intended for the "restriction of the claim

sional application, there is no practical difference between the

also in the Old Law}, an amendment after the decision for publi-

drawings.

(2) A diVisional application after the decision for publication

or claims", the "correction of' e r-r-o r-s " or the "clarification of an
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.,..2.5-

practice, there will be no dispute such as the 91'1e" b:e:,-t:w,e:en,:,::tl1,f?j'~

It is said that the purpose of the provisions of Articleclaims.

Lrrven t-Lorrs, :~.()Yle:ve::J:',.:;-i3:,:".cli;YJ.s::i9:q<:i:!; ,\:CiPpl?::c:~ti.9.l?- mav.. 1:>~:,f',i.J,..e"cl at any

unders tood ~1tGlt t.he ,:::,~uJ:>je:,qt ~fL~,te::ss f'or·,t;l:i:y;LsipIl'! axe. the ,9la:i.~eq.:..

64 is to preve:n:t':~ unexpec;~ed")"~{'~:~d{j8.nt~g~;gi,VeIltd':::&":'th:rrd"'ljarty'

may not be ·such as to sUbstantially enlarge or modLf'y the .cLazi.m or

denied and the Disclosure theory has been supported.

c laime,?,;-,:'"at.:,1:;,lle,,:-ti,~,~; ();:f': :.:tl":1~: .. c1,e<?i,,~ ..i:on ""f'9:r:-:,:p:t7~+~R~tJc:>:n:'9r;.~,1?-.~ "i~y:~n1?~ on

likewis',e,l,imit:ed. "Namely"""an."inventi,on other ",than the Lnven nf.on
.. '" ,'-- "',, '.-- ,'- .', , :, ,,,' . .- ':,,' '.. .- ~ .. , ',' ' • ' , " " --.-., ", --"'" :" ''-',', " ",.' " ' j~ ~';

may be:r,:ma.d,e:,,';::,the:; S}.(qj,e,c::~ :.m,ct~<,:t e:F ,pl .};i:: c1..,~,,'Ji.s.,~:P:I}.a,J,.~,·;C?:PP+~,G:,~ti:on,

rTf:': ..tifre , -.above .menbd.oned ~Cl8:-.:il1lth,eqry."is .1;,Glken".it naturally
.. ,-- >0 • '" ,,' ".- "\" -" ,,', , , ,','" ' " '. " ,-- ", '" .. ' , ," .. , ' ' " '," "" '-', '''--~r ...- ,., __, '.....

'fo,llows·"tha~: si.nce"the :.,am~I:!-fl,m~nt;..of .the q..J,.~~rn! o r-vcLa.Lms after the

by an enlargement or' change, :gf. "?,he,, ,?-;nYJ~-,n;tion" which was once made;" ,,:,', ,''',,,, ',,,", ': ,..', '.-:.',', ", i::·c' ''', .". ,,'., .--,

'known: by:·.-t:he, pu1::?l,:Lq~.t,i:'?,n pr; the; ~Pl1·J,~q}i,t.·iqH·

appLj.c a tLon. t,o:;be,.res,t:ri.,ct,ecl",to ~ne ;~9f th~i,:i:-flX,17~t:i.9IlS,'I",:~Ild;__ i 1:; ,is",

P~o.~i9;~',~ ,:,.<t;!?:,a "t:__:.-:-!',i f.""i::wq",9:r:': ('i¥:J(),rE!.-:.:;:ip9:~penden ~ ",;~d c..di~~ ~:qp t ..,ifly"enf ,~,P¥~·--~

are claimed in --o~e,-,~PP'~i~,~~;i(?-l},~/tl:1~,:}?gT~i~,~;i()~~r:,n:t<;l.¥,:,pe9Hir~the

':~ISe~eJt:si:I,lg t:Oi"tll,~ ,:.J!:gi.~,ed.:·,St<:l,t~,~,\:~~~ ~nE,:".~aw."", ,9~9 ,t:i-.on ,, 1 2 1

dis c:l:-q:su~~ Q;;f':!t;lle ~:p~<;if:i:cCl.t~o~,,:~a""!q,: t):~~ ,:;qf'a~;iJ;lg~",.",,, :r!nder:,s1;1ch U 0 S.

t Lme "q~.fqre:",the ·,~~~uanc~ "~9 tJ.Ci".::,PCi't;~n1:; ':'to" :t;h~:,:;.-9:t:'~,g;Lnl3.,1 ,Cl.P:P.l~;,9.5::t;:,~P-:p."",

and wi thin th~, Pl?T:i9d ',~ ::~':q.e~;"c.:L~~m?,:)¥a.-Y;:J?e ;,;:!?rtfPCi;t;'e:9-,::, P?.-,s, ed., uppn:,:th.~,;. '

-:d.ec,is,iO,I!;i'f::()'~1'PU1:>:1,:ic~a;ti;OI1" Ls , s~thiq~ly: .1,i~i~E!dJ-;. c);;ll.e ,inventi0n ",h;ich
'." '-' "",,' ., '", , .', --"" _" v "'.,' , """ ;', '''', :-;' ,,: '".-;, ',' ',,:-' ,-'" ''', ,',,' " ." i ,< .;

,'ambi,guous',-:,de,scription"• "Artip1,e", ,1;2:6" "Para., 2, of', 'th.e same Law,
.,"'"'''' ., ,',,','. '. ,,',"',''-'' " ",,"";" ",>, "" .'..',,":",--,' "',C',"-, ,,',"""_ ,'.,'- __"

ref'e,rrec1:; ,,;t.p:': d,n. 'Para.' 2,'"o f ' Ar~icle 64, "pr-o vLdee. that the correction
"" "--.' , """" ',,' ',' . .'.>0. " ,',.':, '--':'.' ',', ""'," " __, _,' ,"",;' .';,,--, ,'''',',- _'" __",,__,,_,,, ,__,',','" ',' •

whi:cp,~:,rtJ,aY,he, '",a,dq,f?,c! to the:c,lai..Ill, '9r ,pla;~~p'1,s:-':.:RY: ~'~X ofr,~;','fIl=J::l~5Jtr;,.

pursuant, .::t,O,: t.1?-e, -:'~,b.oYe ,.ment,~pned ~;:r:q"~1,-.,s)~9,,I}s,,5\:r ~f::~i,S~T;,·§,~,~)::I;'aff}!~ 1~L'5

-c.an no,i;;,"jpe, ";m8:-de :,.:tl":1e :,SU9Ji~:s:t:;.I1)a.~:"t;,~,r '}?).f a d4i y::=!:,~.=!-?:l}~~.,:a:pR~iC:;8,:tion.

:::I.-i:o,wey~r, .>bY;:,,:'t~,~ :,~:qpr,e~~, qQt,J-.:f:t ., d~s,:i.-?i.,~n~;,:;EeI?8r~,e:? !rT.f~,,~7?aR5)ye,

\the.,CJ:~:i.m , ..,~h~pry; ~q.9;p,:t,e9- ,,:-;nF·tl1~ . E;:X:~i.:g.at~o:g ::St~da;,q"p.as:".be~n.



Claim ':{he~~':;:a.rid"'th:~:-' Dis'cIh~ure'::-'theb'ry-i::'-wi.'th- :;t;e'spect :t'o: ithe'-m-e'~ing

,~:i, \h~' -:':i~ve~t 'ij~ns.L': -i,hi:bh-'hI'a-:y:-': ';be:'the':",kubj,e"ct> 'mat t e'r-s' ,ofo'r-. d5Jviis i:on a 1':' ';<

app{ic~ti~'~S".

4. i' :The con~~Ilti'6ricii E:i~wlihat'jfori'<Stcilidara'

In the Examinati"oii' ;'S'tcind'arcf' fOr the d±\i-±si'o;n:al: aP'Irlicat±ons"!,

whi6-h was e~'tabi:i.-'~hed'and pub"lished irt197'7:r it ':i's:exp-lain'ed that

the"purPose 'br ':the"cl-i.;':i-s:t-diutli':apPli'cat':tb.ri.<"is Uto giVe" anvcpp'otvt'imatry

of :)if'i'iri\g: a ri~-w:--;pciit;~nt' iiip~Ii:d~t:i:6n',if'o'r: a-'part-'oi"; -an- :i:j'ri'gincCi> -p'a'teri t

appl:LJatibri ;~h.id:t{({ciont:a'iris tw'ej" 6'1:' ,'more' t:Cnverili;bns',:': tb::give',:~an:-'''"

eff~6t iliat the iliil.i --'p a:t;eD: t ai;pi£c-a:'fion "was:"filed -at i,the: .eame' ,~t'i'rile'

;';__G~~ ';th~:' of~girtcil :i;~ppi:icJt':i'o'n ~T;-pr6\7'±(feci" 'th~t the: Ii'e'w-,:'pat:ent: ;appT:L~'

catron; ':i~:":ial.if'ul, c3D:d there'b)F-'tb '-:::give 're-'li:e'~r- tio the::P'at"eht'-'app1.'i~"

ck.tidn ~i6ie:ting't'h~' ,hie J-1nve'rtt"{'oii, f:6'r'::one'-'app'l'ic:a:ti'on rule""'~

;'The:ohe -- irivgiit-£6il ~:f'or one -"appli'cafi"ori: i-rule{ "he-re 'de'<meenu :,:fo-r

th'~ -~p:b6;ti~ihh~ of"'the}i:'p:teambie ::~p:a:rf:' 0'f':;"'A:6t':i:cl'e',',f38 ','of' the";'-'Patent Law

which: ':st:ipl.iiat~s "that;:;na';p~ferit:-;';app-l'i;c:at;:i'oIi-'>s:haiT he- made i--:f6reve:ry

invention" •

Acei::d:·Ciirigly ';-' the' provis'i6ns of-:'Art'±:cle"44," pa.ra~;;'i',:,o'f' the

Pat'ent ;Law read±ng"ai:part-;:d:r;'a"pa:t:ent' rappl:ication coritafuin'g', two,

or"': m6re:'i..ilvent:Lbns may.i':be ;'di'v1d&d infO' "one '-or':;more new pa'ten:t

applications -I'I:~ are:' C&'ns±dered',,:to:-be' int~iicied ':f6r-:'g.iviilg relfe'f' tiova

vi"di'ati.on'of'::' the one ':1.J1Vent10n fOr (hie' ap:[ji:i!'c-cit±6'n rule.

ACcbrding~t-o the converitiorial:'Examination''8tandard~the

de'i'e:tild.nat'i.6n of'" whe'ther :or':;.notthe: ':'::original ,'-':appI.fcat'-ion' c mit a:i.ri:s

barr±ed"'out::on"the:::-basi.s of'

('-:i ,) 'invent'ions' 'specif'ied-'hY'~'the:":matte:iisstated :i:n the

claim', or:: c Lad.me , or
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(i.:i.) in avc.as e __.o:ther .:~han"{i),,,.inyen~:tons which may be
.. " '-.... '-' , , ,.. ..•..... ,,', '.

s t a.t.ed in :the. cl,aimor".c1a.i,;msbY'.way,,():f;', ap 8Jllenc;1m,e,n,t at the time of'

fiii.:ng. diVisi.onalapp,;J.;ic~ti.o~s~d,wb,iSp.:...can., ..~:p.ereqy ~,e .epec Lf'Led.;

·;In :the ;Examina,tion-St~da~d,:th,e,. i,nv~11t.ions:r~11iIl~under,(i 1 and

The' "inven.ti.oIl.s, which: may .be . s tated in tlle,claimor c La.Lme

by way of' an amendment n must comply with the requiremE:!!?-ts for an

amendment-v.vand ,they"a~e:subjec:~_tp,:~.he: p~oY:i;s,ions ~eS,~Fist,ing the

p e r-Lod-vf'or- :::ahanlendmen't-an,d ,t:q,e.cO;I1 "j:;en,t,s, ofn_~ ameridmenf e.

-'There'fore, , act:ording,to:,_,the,_convention<;:L~_;,p:r:',a~tice, uhe r-e was a

substantial difference in prac::,':t,.:i.:q,~"de:l?'.end~ngup~:n::L1¥':he~l:1.~r" ~,~iv?--,;

s Lorra.I-iappLf.c a't.Lon is filed:,Qefore or ,after_the decLe Lon for

pubLf.c'at f.on',

By the limitation of Article 64 of the Patent Law, an

enlargement or change of the claim or claims is not permitted after

the decision for publication. Accordingly, the 'd.i~:i.siorial':~ppli'~'·

cation falling under the above item (;L'{)" coris1;1.t{;tes :eith~~ an
,

enlargement or a change of the claim or claims, and thus' such

divisional;' application is not permissible' under the convent::i6ri~a'{

practice (Claim theory).

4.2, ,The: Examinat ion., Standard expec-t edi.Ln.. :fu~ure·

By;:vi'rtue> o·f,>:tl1.f! above m~l1~:i.:onecl two;Sup,re:me: ~ou.:r,:t:-:p.ec::i".si,ons,

the inventions belonging to the above item (ii) a~e n~w~cce~~ag~~

as, :tll~.,s.ubj,ectmati;,eJ:'~f'orci:ivis:i.Olh ,Furtp.er.., ,'~.t h.aa nt:l.~:, become

possible to file a: diy-±sional~:apP1.icati~ol1,:,fo.r any "s'llpject: }J.l?-:t;:.ter:"

which Le disclosed, in ':the,: det.ad.Led _cie,scr:i:p:ti:o,nof'::.th~'.·inventionor

in the drawings,' wi:thout,· being rest:I"i'c,ted.·:to:,}':iI1v;enti.on~w:q.~ch.::~.ay

be stated in j;he",claim Q,r cla.imsby~ayqf'-"_Cll:l:amesrdment ", even ei'f.'t,er

t hev deeds Eori- f'orp'Ubl,icat-iol1'. Jrollowing<};):1.~' aboye,,~entioneci.$upr,eme
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Court":de'cI's{ons, th;~'::pa.-t/ei~ti: Of':fi/ce'Iia's "r-evdeed :its pz-ac tLoe. for the

da.v:ision o£ an, appl:1"6at,i6"ri d:tte'z,:th'e de;'6'±s:±-'ori"'fo'r"publi'C'ation, uand

now -accepts a' div:{~:i;o:n~iapp'l.it:-at.id:n :rhr- "en ·:£riV:entCion' -whi·ch is :n'o:t

claimed 'but whi6hiS '-"dis\::fo.s-ed-'in the' spe'Cffi'c'a'.tior{:Or the,:drawings

of'the or:igina:i-appiicatiort, ,:,~s: fil'ed'a.t'·:-the> "eiame 'td.me as·'the'::;'

o~~g:inal app'1{6'ati.'b'ri, :pr6-vid~c"f ·t'hat6ther -z-equd-r-ementrs: for:division

are satisf:i~d'~

The 'Patent O:ff'i:b'e:'{s' ndw revi-e-wiri~g the'>:'co-riventi;'6nal:'Exam:in'~

ation Standard'. So far "as;"re'Cen:"e:'tr:tcild"ecis'i;ons"·:are -rcorrcer-ned z-

the examination o{'thfj;'pfite:rit'Off:Lce"~;apP(Hirs"t o ;'be':'c<)'nducted"alre'ady

following the siiprem~ ddu~t 'deb'isi'ons'~

III the: foi-egoing, we have 'discuss'ed the 'd:Evisidnal':'::sys:tem,i

with respect to patents, but the same is true also for ,u'tility

models~

5. :;r:~portl3.nt p,,??-p.ts for a:ppl:icant~

W~"sll~ll, ~r:iefly-,co~~nt on im:portant points which the

applicants ,~,~ould, take, Ln'tc account when £iling divisional appli-

cations. There, ,<:L:re '!pllow:i..I}g f'o'rma.L and substantive requirements

for filing divisional applications.

A. Formal requirements

The following'requ'irement:s are,:"apjrld.cahl'e; to a:ppJ.icat'ion's

fi'led'; imd:er::the"New Law"{i.e::-'applicatiozl's ::fi'le'a on Or 'aft"er

January 1, 1971).

(i) At the ti:me of fi'lirig' a divisi,onal'applicati'ori., its·,,'originaT

ap'p:f:fcatfciri must be pendixfg, :atthePaten't O:ff'i:ce~

"'appl:fccit i on :wa.s withdrawn';abaridoned' :or 6 aric e Lj, ad.

':C2) The period for' fTlihg a'div1sioil'al app La ca'tLorr Le limi,ted tro

'ati'me-':'or:',:a.peribd 'oftiine a.t-o'r'wi thi:rl whi:ch>the 'speci:fi'ca,tion--
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or drawings attached to the petition of the original a~~lica~~on.

can. .b'e.camended.•

After the decision' .f'oz-. publication .o f' the .or-Lg-Ln a L ,app.l,.i-

c at ion ".the,:f±ling:"o:C. :a:d:iYis.:i.ona;+ app,:!.:i c ~}; ~pn, is ,.1~m~ted ,', to the

('a}: ,'"' ''Wh'en ,::81:\, opp.ositi:on,,:t;:o: ':',gr@1;, ';':(),:f.':'P<:l.t~n:t :he.s..been filed,
, ". -- ," "

w:ithin' a:::ispe'eifi:ed" period·-,,:f.or::,fjJling et.",r~~P9Ilf:>,~.-- ,tp ,;t~E!:~qP~9~,i,,~:i9,I?-,.,

(b) Wi thin a specified period for f'i~i:ng, a .st~~:~Jlle:p~ ,: __ ,argl.l/;

merits agai·n:s t: '. -cne ,';: Offici.?l,l:--,Ac,t.i.o:Q.;:;;by: :"the -Exand.ner- :,.p::r'~he 'J:'rial

"Exami.:nex ~--

(c) When,.a"','demarid',for:\a':,t:r:":La'1'JfqJ:.." canoe L'La't Lon of', the

Examiner ':'5 ·,:final:'.:rej'ection,ds fil:~4,,:,w:;i;~~-?:-11 30 cl~y~·:f:roW'.. tihe filing

of'.':the';demand (applicable to,:th,e,'apP:4ic.a'tip;r:l.:..:fi.:!-;ecl<,()~__ ; or, after

d arruar-yr.L, 1976.)

(3)-" The applicant :for,:;a;::diYi:$ion~J;<,:appl~-9~t;i.9:r;L:,,:IDllf>,t<be"the" eame, as-- "" '",,' ",.., .. ,.' --,--,,'

the' applicant of,:' the original applic?tj;;iQn):~i;',1:;l:1~,:,:,tilll~__ :..ot:', li~:~r;g

the~"divis Lorre.L. appLf.c a.t Lon ,

(4) -- 'I'he',.inventorcof''-'.-i;he:' divisional:,app,~ica:t;io;p.·.-,'mu~,t,b__e t:q~j- s eme,

as the',···inventor,:,'o:fthe qriginal',: appli,ca,tion."

In a case where a divisional app Ldc a t Lon d.s to:::be',f'i,1:e,4::

before the decision for publication, t,~~',':,'~1?',(),Y~,::.:.,~P,~:<:i~.,:.,,';.~<1~:i::5~,.~,~,I1:.~:s

(~), (3) and ( 4) wi~L appLy , The 'tid.me or pe:dod o:f'time. .f'or- :fi~ing

a divisional'-.application is as follows.:

(i) One year. and '3 months. :from the date,of fi~ing.of the

patent application (or from the d.e.ti ev o f', the Conyenj:;ion,"pri:.ori~ty"',,:-;,,if

c~aimed).

(ii) After the expiration of one year ,':a:nd:3 morrche- from'--.the

dat e 6 f.-f',i'ling:: {or: the pr.iority dat'e ):o'f ,the: .pa.terrt- .appl'ic,at i on ,

and prior' t o- -t'he.. de,cisi()n",~or pUb'licati'on:;a.· .divisiortal;-app1:ic'at".i'on
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may"be' filed

(1) when f'i.ling a r-e ques.t :for examination of',;thepatent

application,

(2)' "l¢:Lthin 30 days 'from tihe 'receipt .coftoa .no t.Lc.e vchatv-e.

third party has filed a request for examination,

(3) .- witl:Lin"a s'pecified,'period> f'or,:fiTing a stsa't emeri t or

:" .' ,..",' , '-:, ': ,,'-
a'rgum'ent.s'<when' an ,: Of':f±c~al Action ,Chas' been":issued,_,by"the:-:Exam±n~i:'

orT:r.i~i'Examirier,:'aild

(4) within 30"'days f'ronF"the: fi:lirig of'"a "demand ·:::fOT'"a trial·

for cancellation of the final rejection by the Examiner (app1-i·caqle

to applications' fiiedoIloraf'te:t<Janua:ry :t,' :t976).

With- r-eapecc to appl:icati'ons :cto,'-which the',:Old Law::-ts::;appli;';

cable (:i. e , appl:icat'1.ori.s:, filed 'from ~April"l', 1960':;·to Decembercr'jL,

1970), a divisional application may be filed at any:time tintil;,the

deca.e'aon or':'tria:l"'dec:Ls'idn: becomes',', final':,'and conclusive Howevel:"'

if ':a'divis:LoD'al application' is', t oibe f·i.led:'af'ter the decision for.;'

publication and an amendment of -t'he original:,·application,':i's"-'neces;.;.;

sa:rY~' the:: period "'for fi'ling--,the d1visional'·" application' and the

contents of the emendmerrer ee-e restricted,by the p r-ovd s Lons of'

Art:ic:te 64 ·o:f the Patent Lawc.

B~ Substan'tive'" regui.rement's

For:a' divisi'ona'l,appli'ca~tiori:to be qualified to 'receive the

same date of :filing as the ori'giilal application, ii:; muet.ccomp Ly

wi'-th 'the:, 'fol'lowing"substa:nti-ve requirem'en-ts;.:, as: well 'as the, above

mentioned:.formal".--,:requirements.

(1) The original application before the diVision c onte.Lna ... +..
two":or more Lrrven t Lone ,

(.2) ~":The,invent'i'on f'or--, 'a:,div'isional':; app-Ld.c auLon: must be- one

of,thei:nventions'con-tained:, :Ln:the" o r-Lg-Lna.L. appl:i~ation-,ibelore 'tihe
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division.

(3) .The :invent:ion the divisional application must not be

.tp.~;',$a~e',:.e.a,.. the, anvent.Lon , .of -the orj,gilla1 app Ld.c a t Lon after 'th e

division.

(4) The divisional application must not conflict with a

prior.,apP:I.~,cati.,on.J;lrpy;;,4e4 fO,r iJl Articl~ 2Qbis

(or Art:icl.e 3b:is of the Ut:il.:i.ty Model. Law) •

.6;. ,:·1t~w"f'o ''deal' ;~::i.>e~Lth'~ E;:f'cki:iIi~r"S' ,; Notf6'e

::"W'it'h fes pk"6t t·o a &ivis:i..'ri'nal app'i'fC'at':Lon 0 filed:<>iinder' the

New Law {L, • after 1.97i) Ba:sedBri. 1;lJ:eor:!.g:inal app Ld c a-tLon- fued··

under'!t'h~"'()ld ;La.~, :t:t>'the" EXa1n±ri~r '-'firids ~:·tha.t "the',;,d±visiOnal

application doe~::ti'dt';'c6rriPlYW.ith the'::'reqtlireineri,ts; f'or:'"divi'sion" and

thgr~t:ro~6ti..J.~:::~:fil:irtg date can"notFbe giveri"~;,:;:he; d e'stres.> a" "Notice"

as a :mei:hls'<:fot:.(;notity±ng';the,::applicant with<·,;his "f:inding~' The-r,e,,-,ics

no'·: $: tcitut'ory: basis J, iri":'im.e':"Patertt':' Law for:: such a No;ti,ce,,,'::; Ac.corctiug

ly, there:: is' a serious "problem ·in p'r-a'c-tf.c e-. as to:: 'how. ':,:to' deal" wi:th:,;

such a Notice. There has been a court: decision (Decision' ,by:,T,oky,o

D±st:tidi; Cour1;;Cas,FGYo;;'U'No~ l.50 l.976."de1.:i.vered OIl November jo,

1977)'ii.h £i." c'as~·i,w~ereinthe"\legal;;:,si;gni'f.icance'" and :th:emaimer·'of',"

"dea'1.ilig:' wi th 'su'ch:"aF;Nbtice,:,·wE3,re'at::' d s eue ,

In':, a" 'cas'e"'whei'e a,:;'di'vi.:sitmal -appLd.c a-t f on ',was :fi'led 'after

-J'arrua.r-y.. l.T.19TlJ{after promul.·gat:ion of the New: Law), .bae edon, .:the.,

ori'g:Ln'8.'l applic-at:ion'whi'¢h was"f:i'ledunder the' '.Old Law,', -end- "the,

"Exarninefrha15:-' ,:r'ouhd ,th'a:t -uhe 'r-equd'r-ement.e 'fbr,d±visi.on:"a-re:" nO.tnfe,tr,

the retroactive :filing date will not be given,>and >th'e ':'div±si:onal',

application will be subject to the New Law. In most such cases,

the original application is applicable as a prior art against the

divisional application.

However, under the New Law, an .application is not examined
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of>'plirsuiIig :hi.;s,.cas e,•.
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cour-t; c ae e tl:1e;,:,pqi.nRs":8:t ~s$;lJ,e ~,El:,re:,.ylt7;,t1tE7X: or not such a NotLce

constituted, an: :admini!:S,:t;,J:"~t~Y;lj,'4ec;~~p::q",":,;~9;~!w~~th~::r;.or n,o~ an >,' c,cu>

Under such circumstanc:es;~"';'tii~ ·E!,laniiri~~~'\.I.$'ed"':tb'"s::e'ricf"'.ihe

applicant a Notice stating"";tliat""1j~e iL·~i;d~h·ei.iJe':iiii:rig(iciate':;c\'arili~'t

cation.

cation, there is no other, ,~ay,: ,th.an ·f"i:I.'ing:~.-;a.';:r,~qlJ.e~,:t:;.fOlf'+ e~am~at,iqn

',ac,.;tion .f,or .caIlp'elJ.,.~:f:;:i.o.~:Lo:f;such,;,a No t Lc e ,-"{~~,._,lal\:':fut~.

The;.9.9~,gJu$~on:'~f3.ci~-by.,the cQlJ.J:"t.was ::>'l:l:ch::th5l~ ',~The ,N9tice:

unless a request for examination has been filed.

On .the other hand" ;·frorri"tlJ.e ~t"an;dpciiht' ih:i' 'thEr'E:x:allL(~;er,

··there Ls.r-no .pr-ovds Lone- in.'th~"':'P~:t:~rit''La::~2' ~:hi:6h;"·':~ria.bie;':h.i'm't'C;':';':i:nfo.rln

the applicant of his finding with respect to the divisionaf"<a:pi:{i:'i:~·r

wi th:payment:-'of':,the 'if,e.e::f.9r,:, ..:!,be: ,reqll,e§·t,:, '?D:9- ,Cl.:fgtl.:ing. f.or, h,j,.s cas e

durfug;':the;· :.ex8.m:tnatiori< s:t'age:';; - Other:toV'i·s:e,':,'\lP9l;1.' "El:2.'Pi.z.:"?lt::i- 0~.L o,f,: ,7,':~"

years::,( 4y.years:' :in ,'the' .caee.v.o r' a: 'Ut':i.li.,j;y .11:oc:l,'.el)." tA~:>~PP:~:i.c.?<-ti9~.['

,wd.:.J.;l"be: deemed 'to: heve-. heen,w:i.thdra:wp:, .and :-t4ep. 1:l,~:.:<\f;i.l:+:o;l;1aye',~9,:w,.ay



ill." .ccnc auef.onc-.

In the foregoing, we have repo~'~'ecl:'-~~: t'~6 ':'j:'~:p:o~-'t·i3h·{·:d:6ti.'f'·f-·i

decisions. The first court 'deci~:ion "b~'>'th'e 'Tt:>~6>1ii.~gh· C'(j'i.l:ff iifd:L-

cates that in the determination of the same inventions under

account the general common knowledge of the art prevalent before

the ~iling of the prior application, in addition to the description

in the specification of the prior application.

~rther, in the Patent Office practice for the application

of Article 29bis of- the Patent Law, an importance is placed on

whether or not there is a substantial difference in the technical

merits of the inventions of the prior and later applications.

Namely, even when there is a difference in the construction of the

two inventions, the invention of the later application is con-

sidered to be identical with the invention of the prior application

unless the different construction of the invention of the later

application is uncommon or unobvious in the particular art and

unless the technical merits of the later application are distinct

over those of the prior application.

The second decision by the Supreme Court indicates that the

invention which can be divided out as a new application from the

original application after the Examiner's decision for publication,

is not limited to an invention claimed in the specification of the

original application but may be an invention disclosed in the

detailed description of the invention. By this Supreme Court

decision,the current Patent Office practice has been denied, and

accordingly, the examination at the Patent Office will be made

along the line ind1cated by the court decision.
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Finally,. we shall be pleased if our report wi:L1 serve, for

.pra_9t;:i.q~al.:'P:,.rI-:p~.~es ~~,dea:Ling with the rejection under Article

29'bAS or i1;L, filing a -rf.Lvisiona:l application in' future.
,-' ., " '...,.. ,.... .' .--.'-,. ,.....,.' .,..., - . -'-
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Reference: .Material-

(1) TP.ep~ovision~ 0 f 't-he"PC!-t-e~t,'La,( '~:~ i~t\;~-d1ro <"tli'e,"iS',ol.i£t dec'isfon

for the application of Article 29bi'~'oi'-:th.e:-Pa>t:~nfLaw:

(2) The p r-ovLs Lone of,. .the . Patent Laws related to the court de,6'i-,,

,tiii-),~nventioP:5 .which :.wler,::. ;~escr~bedin :,aI?ublicCli;~ondis
t ..ributed,i:r:l: ~ap8?O:I"" e:1sel\Tl:1,ere, I?,rior "to, :the_ri--l';i,;n:g~:?f.'.-thePe:t.tent
~plication. . . ',.......

p:rior toi~yentions.,wllich__ ,"':e:re:::Pll~,licly worked .rtn Japan
of' the patent app Ld c a't f orrj . . '.

inveri~t'::Lons wh~'ch ;"~~e']?ubi:LCIYkri-o:~in :S,apan: prior to
of the patent application;

(i)
filing

(ii)
filing

the

the

Ar.ti,cle.29,. _.,Para.2 :,: W1:l.e~e·i'¥l ~ll,:ven~~_o~,._,99~1~:_~a~i:I.r_,hfl-ve

been made ",priortq the "fil:ing ,'of~;i;he,?3~~,~~~::c,~PI?,;I;'~~~~'~(,il",::Pt"~
person, ,.~itli:,~}?,rdi,nClry"<,Sk;l:l,,i~,:th,~',,~r~ t:?i,.",h~Ch,:th~:_:i~1T~l:J.~~bI1 ',"
per-taj.ns , on the basis of' an invention or inventions' ref'~:rre?-:_.'t6')~
in any of the preceding paragraph, a patent shall not be' granted
for, suchan rinventio~,:notwii;hstanding~aid.pc:,iragr?!-ph.

Article ,29bis .,Para .:,1 : 'Whe~~,:a.v::: i~*~.¥t iP#.~"9lci~fue¥'" iii' ,;:r:;p~~'~nt
app,:L:i,c;ation::·isid.eI?tic8;~"{~i;h, an.:i;:r;:l;V~1?-~~6l},." ?:l:"':~,~y:i9,e ,(!:L~"t 'bE:~~1~:,;~,8f
:i;I:l,YE:,nti()n ,or"cle-yi,~.E;l:~'3C3.~,: :"by;::-i;he "iIl"V~PFq:r;,,()f',,~he : ~r.rYe.p:ti0:r;t ,91~,+~le'cl,
in.,:.:the.,pai;E:Ilt' appl~c:at:i;(i~).'-t,:h,~~,:has.be'eI1,:d~E>?rtb~1 ;Il: t:h.'e ' ~I:>:~9,~t'=i-,1
cat Lon ,',0I:' ::cl~8:w:i,I:lgs o,l:'~gin~lly(,~ttachE:(t:. ~()" til~ p ~,:ti~ i.?n 9:+" .cui:9:~R-e:r'
applic,a:~ion:for'~.aPGtte,nf, q,~:: f0:r-:c::l,'lfti~~t:y tnPci~:I. ~,?g:is.~r:~~+"b:p:' 'ap:d., .,c

where such 'othe~ app Lf.c a-t j'on was filed earlier than, t:h,T'P,~:f,~pt~
application concerned and underwent publication (Kokoku), or'layihk
open for public inspection (Kokai) after the filing of the patent
Cl,PP+:LcCitiPIl c on c e r-rred , ~'<PC1.:t~l:1t ,:,E;he:L:L",:rl?,t,·pe ':: g:r-~t~P.-,,{,oF': the;..-:first
mentioned invention notwithst'anding Ar:ticle 29, P,a:r-a~ L, ,,' ,.;tI,9;:w~ever,
this provision shall not apply where, at the time of filing of the
p e t en t v.app Lf c at.Lon. c oncer-ned; i;h~':'7Pplican:~ iIl,the. 'cas~:of"s,\lch

app1icftt:,ion,:;;mcl .-the ,appii~a.n;t Ln i;liegCl~e Of_:::~he',"-lJ~her::".C1PP':LiC.~ti.o:n
for; a panen't or -ut.iJ,.ity mod~i rElgistratie>n:. ~re ,i;;he saple,pers,on~

Article 39. Para. 1: Wheretwo'\~r:more;,pat;~ri.f;cip:p~i,C:a·t':iori,~,
relating to the same invention are filed on different dates, on'l'y"
the firs t :?-ppli.cant m?-y obuad.n a' p a t an t fpr" the Lnvent.Lon ,

·

s Lons for the,d:LYi?~()n,of' anvapp Ld c a'tLon after the Exemd.ne r-js

de c t.e ~on f'o r-c.pu'b 11c a't LonJ=?f', the!,apJ)l~,pai; Lon ,

A. 1921 Law (Applicable
to March 31, 1960)

':,:':,:';: -- ,-'--."",. --,',:',' ',', --,--,::, : ',:
to applications filed f'tr'om. ..Januaryl ': ,1922
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Article 9, Para. 1: When a patent app1icati:Ori.::"cohtaih±'iig<':t:wp
<?~ "'II1<?':S~' iny'~p:.t~pD;5".i,~ .·ci::i:~~q~:d ,:i~to •. ,t~,~,pr~:or,e, allplicati()~s." .",eac~

':"application' sJ::1.a11 b:e deem'e:d -t6 have be'enfi1ed ati'the ,time when
the first app1i.cGlt,ip,~,;;,w~,s;,filed.,

Rule 44. Para. 1: A person who intends to divide a patent
apP~:iC::'i.t,~qn;coIlt~,~pJng;"i;;W0:.-(},:f' ,'~'~:I'E!::~I1;:V,~ntions ~,nt,o 'two or more
app1i: c a ~ :ic>1J~:,'; 51;1.8,1:1;\ ".;a~:e:4p_ i:,~:P.;E7,_ "~p~;t:i;:,c:~~,i,o:!l_ ::W:i_th-'ir'e'Sge:c,.~, :":t::~i';'Ori:::e ,'_ :
invention and at' 'the' ,.s,~~e.''',.t;:i~~"-,.:5'!I:~,lT,,file''Gi'rtew'appTicat·io'n- wi,th"
respect to each of cither'i~veriti6n5. ' ,
(1:'1leJ;'E!:::~5: n() ,;J)'ro":Lsi,op,s:, ,.for ;:.~~:! ;,~,eriod lITi t~"i:n which the div:is",ional
application may be filed.)' ": " ' ,

B. 1959 La.w (Applicable to applications filed from April 1, '1960
to December 30, 1970)

, .. Article 4.4 ,'.;~8:i'~. 1:, '.. ' :An, ~PP1ic(ant:for: 'a-p'a-t"ent'mayd:Lvide
a p'atent application" containing ",twc{ 6'r":'mo:re- Lrrventidori s- in,tO;,one" 'or
more new patent applications.

-1~~i6~~.:4~:;,,,;,'p~i~~":~},".'Rh~' ci:t'y±'s'-i'b'ri!, o:f';a,j:)'at;ent,::/app:i:rc:,a,h':t'.on
under XPl?:" :8t~ f¢d~~g-' '-B:~r~g;r~ph,,' ,l-claf \pot" -,be' -mad.e ,a:ft~r,::a-;d.;e ci.-s:ion. or
tr;~~l:"c:le?isi.9n'PI:l t1:le .P~t~*t aI?P:lAC:.~,t.ron ····~.as"be,corne--,fina'r.,,'and:~
co:q.cl~sJve. ' "",,, , ' ,"

Rule 30: rIC'~·':'d&'se "-'.J:lie:re' :';a. :D.'ew patent' "app Lf.cat'Lon :'i's ":t'o"'be

~ ;fi,1.edll~?-er.,rh~,:pr?-yi~:i..9~s:;of',AX"~i,cle 44" P(iJ:'8:. ~. :,o:~ th~ ..P(i~,~nt Law
'J])i,Y+s.~:on ,or,' ':;':'P,';i,t,~~t '. #PP,~:i:c(i t:i.?n) (':i!,~t,:',~s"::Iiece7~a~.>~.:t,?-'>llne~dthe
sg,~".G~:f.~:?a;t:ioJ;l.:?r;:dr~~:in{$~' ~~~¥~h~cl·:t():','t~e, ~;7't,iti()n ··_o:'~he','Ori"~ill.al
:r)~:t'~'7to:. :CiP:p,~i cClJip~,,' .t1i~,ame~Clm,e~t, '...of' t:~e ":'s.p.e'ci~:iCa t,~oIl()r {:dra':{-~'ngs
a1;~,?-9h.,~.? ,tg ,t;l1.e. I>~:~t~~~'>'?f' . ~:l1.13.."()~~~iii~l:,,~ptfi'cat~o,ri s~all'::'be' .. mad-e
at;:J:I:1~,':Sam:e -; 't,:i~~" as',: ~~~ '".f'~~~l?-¢~-?f:",th:e ,::n~~·,pCl:te:n~,':(iP?~:i'c~ti.o.n~,·
(The, :J:>:e'~.~,'c>d'1f.:Lthin ~hic:h".<:t' d:i:,vif3ional":CiI:iplic'ati:on:may :be;,filect,'.',>has
been sp:.~c:·ified.. ,-' ,

c~ 197.0 nmended Law .(App~*cal;>1e'::to.ai2:pl'icatibns:'::f±led dn-:'o:f:'a:ft,er
,r""'uaryl, 1971)

Ar;ti'cle4:4 •. ,P<3.:ra,~ 1':', ..Ar1::<3.pp1:i?~ t :;"r~:r;'~':'pat,emt':ma~{"'d~v~~~ .. a'
;pate'~t.. a:I>Pli,?a-ti()Il','co:n,~a~il:i.~~,two,oJ:' ~o~~':in,:,~nt~o,ns 'iII to ,:oIleo:"
more "new patent applicationsonlY"at th:e·'time,:,when or within the'
ti~:~, ..1:iIll.-itt:l1.l,riI1;~, w:h.icI;, t:h.e., specifica~:i.on or drawings attached to
th'e petitio'n"lTI,::iybe.,' amerrded , ,,"

Rule"'30: The same as Rule" 30::0:f the"'abbire mentidried"1959 Law ,
(By this Law, the period with:in which the specification may be
amen~,ed" ,has ,be~nJ:'efStric~ed,.and~~~ "per-Lod witllin wh~c?- a .d LVi:
sLoriaL appLd c'a't Lon may be: f'L'l.ed, has' been"restricted'acc6rd:ingly.:)

tion
and effect of the
,~~~ri~d?~t ~y ;<3.persoIl

, :invention "pertains.

S~~l~ ~~ate th~:pu~?~e, ~?Il5~ruc~io~
in" such:' a' mann~r"that':it:m-ayeasily 'be

with ordin~ry skill :i.n the a~t to which the
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Article,' 16" _:Paret * 5 :,:, ,,',~,(i;he claim or claims under Para. 2,
I~-~ll1:,:,J_~y}.;__t~:~;re!"shatL'{be- 'stated only the indispensable constituent
features o.f;;,tp.,e',11:py~ntion or inventions described in the detailed
descriptio~-of' the':invention. Howe"\T~F,,,_i:n.:'-,~q5l~tion, stating
specific forms of the invention or inventions is not precluded.

Art-icle 38: A patent apP+i:c::~t~_9:n.,,::~~::~~,{'-~~iaf'~::':'~oa single
invention. Provided;-"'lic:::iw-e'ir'efr';'-that"'8ven"in the- -ceee-vo-r two or more

'~~l-"" ~' __~"' '__~,~~,~_:rl:~ __~_n~_~,,_~~,e,~ol,_l~wing ~nvent~ons ,:b:_avi~g, the relationship indi-
'" ,..~t:p.n 'f\p.' ow W~th c:me""su'ch"'''xnvent-J.:onm'{here2naf,',t,er,.,referred

( i) inventions which have',::,a:s .ar eubs t ant Le.L part of their
indispensable constituent features, the whole or a substantial part
of the indispensable constituentTea::-tures-~:bfthe specified invention
and which have the same purpose as the specified invention;

(ii) where tli~:.:::s.pe:G.'i.Ii'-e:q<'.:~:l1Y:~p,t:~~l:l."~l:"e-:I:,~:t"~.~,,,"~,'?'.'/'~"~:product ,
inventions of processes of manufacturing the "product; "inventions of'
processes of using the product ;:,:',i):iYefl.::t,:i.o.l'is':::of' machines, instruments,
equipment or other devices for~,anufactu:~n~,theproduct, or in
ventions of products solely ut±t·1.:zirig, ,::the':specific properties of
the produc t •

(~,}:." ,~~€if~.' the:" spe::~~'f~"~&A'ri~:e~~io~'re'l~t~~,,"t;-o';'--~' ,p'roc~s~ ,
inventioIl,s,: ,.,:~f'II1acl:1:ines:';,,'; :ins,trum'e:rit s.""~qlli:pm;~nt, 'o:i"."o tIler' 'devd.c es
us ed dir;e,c: t i y -- in ~1?-e. ,', W'orki:r.l,g' 'pi' "th:t3: speeified_'invent':ion.

Art":t~':t~",:-64, P aT-a .i,,~,. (,,:',\fue,l:':~,'':,';~; ~p~1,i;b ~:t::, f:;~';i<;.}d.:::;:# ~ft'~# t, ?:~s
received ",a,';not:Lficat:i()p'l.l:r1:d,er::S-ec~i9J?- 5<},a-f:~,e~,,::the,.:~r~fiIIl::L~ t~,~, ,,?,f";.
the ruling' ;:-t;,lIat ,the <~P,P~':i.~"at,,~:on:i.s; t o ?:~':p'ubl:f~:h.eg,:,?'~ '~ltef '.o:l?:P,d.~~:
sition to"th~·.grcm,:t" oJ. a .p,ai;'eIl t, .b.as '~.~~n"f'i.,1:e~",,",l:1:e,:,Dt'~¥>~'19:~d,,:,,"~he',:>:
specification --,or dra::wi~,gs:, a;~:t,a::,?l1;~,cl t o "t:h,e.', r~'que,s:t~)f,itl:l 'J:"t:;~:pe.-9:t':t(\
the mac.cez-s vmen t Loned- ;in,.-,th,e).:;~easone :.fo.:r;>:th-~:,;r'~,:ru~~~ .-::9;:j..;i}::~,,1'hi:.;:; i.~,~
grounds" fa r ~,; the' oppos i·t'ion·:but ,,;O~ly:,Wi t;I::Li~,t.he:,t:in.l~,::::l;i~it:,:cl;~S,:~gn~,};ed
in accordance with:,:8e.ction 5Q::c;0;r' 57, p r-ov-Ld ed ho~,ever",t:hat"the'

amendment· .Ls '.'limit ed. -t.o-. .the:<,'f'ollpwing:

(i)

( ii)

(iIi. )

t.be.ie-ee ez-Lcc a cn -o'f ,.:the'''.'claim:or: .cLed.ms j

the correction of errors in the de s c r-d.p-b Lonr-.

the cla-riT1'ca::ticiriof;:an ambiguoliSdes'-criptio'ii.

Artiel'e 64,.:'Para., :2~ .Art. ~~6,- Para'.~"'2,sh'all,app:l,Y:.,muta.,~i,s·
rnut and.Lsvt o the' c aae under'the proviso to ·the ,p-reced:ing subs.ectLon ,

Article 70':, .. Th'e:·'i.e~'hn:i\?~I':':sc.o':p'e' "of:a':J?a::tEm~e~';: inven'~i()I1: ,.shall
be decided oni-ene : oaeLs of' .tlie-"st,'7t'emen-t ofthe'cla::im--'inthespeci-
f'Lc a t Lori attached to the' p e t L'tLori, , --
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-Presented At

New,York City

C. Harold Herr
E.1. duPont de Nemours

and ,Company

Speaker:

COMMITTEE NO. 1

No o.ther ,p~'tent-- cc:ls:e:,irl,thi~'<-9_en:tury-,_h~~_r~c:e+yed :
more publ icity-,_prpvoked" I:\l0I:'e:;-"iI} ten,f3e.:,cop~foveI:_S:Y ~nt:1;,b e~n_:tp_e:
sub j ect of ,more, :Cl.r,t,icle,s· ,aI1d.:. symp'o_~ia tha~:,,:the_ 19 89 }a'n~~I"~.,'
UoS. Supreme case of Diamond v.Chakrabarty. It has been said
that.:'l:,he:q~BFemEr<;::pu~rt,l,s proI1?unc~men~In Chakrab~rty __ uaber-ed
in" a: p~w .---~9~_-9~ rn,_~.propiql()g;ical p'at.ent; ,-PI"oteC::t_i~n-~n_:_tne
U_n_~_t(:!_t:1 ·,~tCi~~s-<;I.na,<i~s,' "ef f ec ti's l1.Civ~bee,ri }e,lt'w,?rl(:hvid~.',The
ot{je,ct ()~,"~Y,t:Cllk,,~oq'~rOi-s ,<3.~, ~t~empt'-t:0,s~ariz~ the -acope
o~,,_:,t'~t:; ~c:)]:~d~ide,'e,r5'"tec:t:ion'-' now "" aff(},rqe,d.,'th~ ,mic~0biologis t
and ,',t,~:,l(}ok ah~a'd,t:0''se~',,~hat, 'cflange,'~"",a're:,l:ikelT'to occur.'
Wh~,l'~.."tTI,C3.n¥, q:u~sti0Il:s 'as"regards "cb()thprocu:rement-' and; enforc~men,t":
'O'f'patertts ; on "microorganisms: per:''',se'may:,:rema'i--n:: unanswe r edvfo r
sorne'peribd'; of::tlrne',: i-t:,appe'ars at Least, in':the 'United States
that the law on this subject continues: to' evolve largely <on
a case-by-case basis. The format of the claims now being
issued covering microorganisms' such;::asbacteria:,'c'fungi,;, v i ruses,
plasmids, DNA fragments, and the like will be discussed later
in this presentat;.ion.

November A". 1981

C. Harold Herr
Senior Patent At-torney

E. I. du Pont de Nemours and Company
Wilmirigton'" >Delaware

By

RECENT DEVELOPMENTS IN THE PATENTING
OF MICROORGANISMS

12th International Congress of
Pacific-Industrial'Property Association

Until_:recently, thet.1nited'-:Stat~,s',:R_a,tE:!n:t",9-ndTradeTI,1e-rk
Office had routinely rejected claims to living microorganisms
on."t-h.e::pas,is".that ,they:,were: not \'{,j,. t.h i n vone .of t.he .s t.atut.o ry. __
qlassesof subjectmatt",r as set forth in }S;p.S.C.§lOl .for
which a United States patent could be granted. Since Chakrabarty
the, Pa,:t;.~nt:, O'+Jic~, ,:~t:.,::-JeClst: ,!lit~,:l:'~speC:~,t,<:>,,genE!:t.ica.l~y

enqf.nee.red rnicrpo:i:g~n::lsms:, paIl',no.lpngeJ:" -~eject7iuch.·.·a'S"peiI1g
non-statutory. In the words of t~,.~C9YJ:"t<:a.I'l0n-;!1attlr,a1.ti
,QCJ;;:,u.rXJ,ng__ ,mic:r:.o,Q.r,,g,an,i,sm_,,i,s, ..,... "a__,,cQ:mpo..$,i,t.i.on,.,:.o,f" ..,iria.tt,e.i..'~__,:Q:r:"".Cl
"manufacture", the relevant distinction in Chakrabarty being
between products of nature, whether living or not, and human
made inventions and not between living and inanimate things.
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In ':,the, ',19,7,8:;:~a,n~, --HoY~.s.~MC'[)()"ug-,a.i). ,¢egis ~,9g ,;,i I1 ., :I:" f".€7 .L a rt.,d
a claim direct:,~,d.-,per: s.e, to spe.cifl.c ',:s~r:~.iI'l,::;. of Fusa:ri,urn' ". . ,
graminearurowas."d.ismi.ssed. In ,,:the, Un~t-e(1:.~ingcl0l11' hpw~ve.i,-.
the same c,l,aim:J'l.as.-g,ra'I1:t.ed- .wAt,hC)t1t ..di"fff\::;ulty.' .

..Alj;i:lough .it .. remainedfor.~i:lak:s~l:la)'tYl:o "la:sify.~he

II product 0 f 'na t:u:r:ell': "is~,u~,: ",'., it:, sh0til,d ]::)e:. Pq ~Iyteq;-,:, QU t':'"t~,~~.·,:, ~p~~
u. s. pat:~nt~ c:.ont:C:;~~~;I1.~:,cl~~rn~"~t.f~c~~ye*Y''proY~~h~~:'cqy~r~ge.'::' . .
for livi'ii9:w~qrooi~~n~~rns",as-:"s~ch~:,.,,~IJ::' aq9-~tiq~ ~S"~1i"9C:::.~s~.~s,-',,_,:,';':.: ,; ,;
U tilizin~l;ving,:,,~.iS~:o'?:~gc:i,niEiIl1S':',;"l1.,eVe,·.b~e~',,g~~x:l't:eq,,.,RY::', th~ ,::yp~~ecro
5l:al:es P"£e,\€OHic,,.,,!eJ,lp:s~inl:p1980, l:he mpsl:!l0j;pripUej .

.....being.U.•.5··~t¥al:"nl:c1,41;:g7t2'~4",hich>!'1a ~'7gra.!l;t;"qC1;t;Pt.!co.J.l.~.S';.~.<i'§j;"u....: ..ii '~~""'"
in 18 73 a~g:,S~,9-~'~~q::y~~st"s~ll§. ;~:fl:~t::;,~:r:9in,~Qr~ai1ip<$e~s7,;<,:·j' ,-"'-"C" J: "
Patent c~~~rri!:i ,Jl~,Ye,,;·:<3:,~,s9·i~§~~9- in" t:he;}ir~t:;:::~a~~':,9£ ,t:h+:~_,C,~nt,~ry
on food P-;0clu~t~"i,~me,~,i.s:Ln~E>,!,;·,,~m<1:.insE!ct+ci~e~ ,c9mpr,ising,' ,l.-i.y:~hg,'
baCl:eriaLce11s .. (U.5 .. 1,260>899, 1,540,951, '1,758;937," .. ,
3,642,982; 3,651,21~! and ~!§83;068~)' ..

While it is true that inventions in the field
of mi.cz'obLo Loqy__ ",~:t;"~,.:rlP~. P()rnt>;l~~~:: stral1gt=F~,:,,~.9, ,tl}e,: \i9..:r:1P",R~,c;
patentsi:, a ,~en~~, of ,:h9stil~'t¥,:.towarcj,s .pa,t-e~,t:s"t?t:,,; tp~":hah-d~wprk,s,
of nature" may ,.be; d~~~R'l:,~C1 iIl':~':~uml?¢r;.9I:.~~.:t;il': cfe'f'i,:~J6:~~::. ':,-,:.: " ,
Inventiqns ~Il::' '~l'l.'~ ,;p~n~Ii\at~:: ar.~~s:.o f.::th~'!· ga.~,llF,'ii,~." ,:~s=,+eJ:1c:~s,':,.r,~,<:J:l:,
as physic.!:iaI1,L"~h~m,~,~try h,~v? be'en;',~e~:?;i l~,'i3.h,sp::r=b;~,'a ,::.a:l,pI\~~ w"i/.l1,'
those of l!\echCi~,i9~,:'an,p'-" ,~~ectF~ci t¥ :,~n,t6'" i!-h:~." s:p~'~;r.~.:,::oJ:, 'pa't~e~,.~:~
law, wi"i:h.:: i t.s empl;l:a.l?is". on: __ ;tJ1e,.;,e,fJe;f.~+YE:I1es,? ,:pl-.-:,' t~,IZ,:: :o/t+t,-1;,~ri,.: ,":" ,".":'","',,
descript.i9P.,::.<3I19,the.- pr#.nc.iJ?~~. of'. pp~:r·abi..l.i'ty ;~'nd" 'r:ep;rP'd~<::~J):il~~ty:
of written ....·~~~;·~E~~c:-t:~on:~~. :::I!1> ,r~ce;.I1t ·}l~,~r·~:.'pJ;p.e",,~:lil,~tc,~~ t:~:; q't,';1
fi tting biological sys t.ems.. n~Ci,.1:1y::'ig.to:, J:.fl,T:: $'a11ie"' ):::9'I1:p:~p.:t¥~l·::>\ :,. "":.'"
package has given rise first to'te'nsion 'and":rin'certainty-," an'd:", ,.,f,

then t.o. .t.he ;,:LIt.seF,:t:,ioJ1'p:f::: ,:mpre..:ex'Pl,icA-t; ,p:r:qy:i::;,~p~,§:, i Il.- i·t,he,/.~:aw
in order, "to 'deal; w1ih the peculiariti'es, of-, i'iving' rriat:t.er.:' ,

, • . , ' "" ",','". ': """ " " ,'. '" ,", ''''.J '-',,' ",~" ,"" --, "'" " ' , ,,', ,',"',', ',",. ,,; ,

,Mi~~o"b1'o~i"q:~~h.a:{ :p:i~:Sess ..es ,,'~:~:d: prp.4Uf:t:~;";":q,,.i'':.:c.f~:s:s:j~·!¢:~:ii'
me t.hods ,oJ:>f,ermen,t:i3.t:.,i,o;n:.,9 f,.ba5::~E3ri.c:i::Ci,!1d ,f:t1I1gf ,:'~hd, ,~t.-,~.e{:fiiI;- ,;, ;" !.:,,~: '

tiva t.Lon. o.~:." Y~,;\;~?'S;,.:t9'p'rocfllc::e:, ;'c~.~ni,c:ally:::. ,:tlse~~~:::R:,;r,'~-).l"t.ii';t::i<:)n4Xi:'Y:
valuable materiai's have 'in the past been acdorrun6dated"~to'the, ",J:,::" •
patent law straightforwardly following the practice established
for che~ical,' .proces se?i;anq ,;:p~pduc:t~:~,,:~.I:E:!:::pev:~,lC?r:mE:!n:t,i;P f,; ~ew
s t ra;,in S.'.,9.:£ """.,mi c-rpo,J;,gi3.n,i"~lll;}jy ",s~l ectLcn., )J1U~Cl,t,j,;'pn' .:C>x\ ;~:e:n ~f i c
man ipul a tio.n.l1i3.',S ,,:prov',eq ,rno,:.re.c:.o~tr,6~e r~:ial' ,:__,a.I'ld:p~,a:c:~1 C:,e, ,}}as
varied na ~'ion,aLl-Y';,·;:~r9ITl,."1::.,he, ......~s:t;,~i:~·E=F.~+, pp"~.ic:,,X Q,f:: :,,:,~he: i:I3r~,t} sh:,/;':;' ,
patent law to the most exa'ctf.ng "lI u np a t en t a bl e product of nat{i're ll

viewpoint prevalent in the pre-Chakrabarty u.s. patent '
jurisdiction. .and ""in certain oth,er:,j,qrisdic:t,io,n,s"Jnc1l.1,d~ng:--

Ireland .and-Bz-azLd.,

}

i

<;:~I
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Be'fer-e' ,,'p:rOc.eedirig' 'iiriy"ftirther';' it, 'wouLd be '~~.11' ;,to"
define here what patent lawyers mean by the term lI'micro"6rgariis.rrW::~

Microo;:gan,i~f1ls.,ar~, ... 3,ife ,_Fo~~.of.miproscopic",s:iz,~,.which,by
virtue '0'-£ -'thei:r: ,~I?ec:i:a*chCiracteris~i.cs-aze 'w~-d,ely'':.< alb~it not
unanimously).,~e<4,~rd7.~~.T1,~C~~~~if,fc:'ci:'rc:,res ... a'J:;: f.c>rmin'g ';a
third category of livingbeing~("l'rotista").InlightoI.
general linguistic usage,. it· would 'be"arbitrary to<describe'
microorganisms as plants or animals, since they are not

>Following the narrow (5-4) but firm majority decision
in the C~Cl}t::r:~l>,i:1::r;ty.,cas13:I:.' th~':;g,~s .:',P~t:~n't :9ff;c~--ha,s:-n.o~"",,: . ',,: ',,',.'.
included' i~' ;~~_~~.~~n\l~l:--o~ _:_p~t~rit:-Ex~iryinCJ'~J::9~e,d~J;~"',":a',~_,e~'fL,,?n'
pertail)iJ19-, t9"praRt~9~_,iil- t~~~ ",-:fi~~4'~': ~1??m',":,,?~~c;:h,_-~:t ,,::,f~, "~c~'ear ,',~
that .~ - gen1Ji~e_'. ~opyer~i.~n "'9£" at:t:~tui;1,e 'ha'~,',t:ake~:-',pi_ac:e :_~:': :~(,i~'
encourag,ip,r;; to,: n9t:~ ,: __th~ t cr'~ ~1:.l¢Fa~,~t 't~,tu~e i 7",:n0\>f '~:b~_ ~I1_9 <~howri
to the pa'tent~.Qg,.'Qf_':m~9~99r~~~i.s~~,','~ile:r:e,'~he_J1~l1d "9~_;n1c!~-:hC3:S,::
been ,:LJ1'v,C)~X:E!d-"~r-:'t.tl~i:r:""fn:oC?t.i:rexneI'1~'.'~l: tl}9\l9h: ttle: ;:su}:)~~~n~\ye:
issues,.,C:fe :I),?v.~~~y, "tp191.JVf()~snes.£;'''''' ~~d"~1l'Silityo~~c9,~rs·~",':r~rna:~'n ':
in full ';ffect. In >parallel with this development the: United
Kingdom and other> European patent offices have al~6 declared
informally that a similar policy will >apply in their own
jurisdictions .'

;\,1.9,rt'g '~¥:~h"" ,¢~ak~a~?fi:y:';,;Ci '_~g,~e.~~IHg, 9~mp~~h?2;,"~a§e
in \;he U.S>., >In >re Bergy et aI, 596 F. 2d 952, >201 U.S.P.Q. 352,
decided. :b,.Y .., t.J;1~::,'.¢pti:(e'" 0,£.. ,<:1i,~,1:orfi~,: ,it\:<1' ,~?:l:erLt, ~'ppe~il~-, i~-,;, +9?~, ,. ,,,,,
has eff,!,>cted a sUbstanti>al clarification of> the law pertaining
to patent~~',pp,,:'~i,c:~o'Q.~g,?,n+'s.Itls,.pe;-;' s e, ,,_ ' rhe,', C?uJ:'t.' ~t::li:l';': in,',':' t~,~S
Bergy app-e211", :·t.ha.~:, c).,~·~m~'-' tpc. 'C!_,il1;)'i(Jl,o:gi(;a~:lY' pilr~',' 'C::lJl1:~fel:'- of
a knq~" .~~:?:t:.p.o::rg,~:ii~~'~" ,a,fe, ":all'~wa~ ..~,e",' w~en 'SUCf(: f. ',II p'7'J;e· II

: : c~lt\lr~
does not exist> in> nature. This holding along with> thak>rabarty
is believed to be quite important in >protecting >the- rapidly»
developing technology of genetic" engineering. >

:NO~,-- ",~hcl:t:: rri~.~:;oO'rgafi'i,7}ns.::: ':an:~;: '1> l:rJ.,(;.~s~:~"5 ,1l~'~-lTz'~'I\$'~l,1'etn:
cannot be re'je'cted' as 'non-s·tatutoi:y 'in"the:: U~'S'. ,"i·t" is'h'ecessa-ry:;'C:
to cons ider ,:t:he,dis~l,~sll~E!" p~ecled,~p;: ,,~p~:ten:t..at>l?l~_c:~t~o~:.,1:0
supportcla.im~' ,:t,O,: 'a ;m~·cr:o-CJ,~9:an~s.m J),~:r"~.e,:,t6 m~l~i-pl'ize--:'~·~~,·Ch,(i~C~~
of succes s "in,','()pta,in£ry~l.~afi'd 'C:la:~m.s'·and ·to ~ :~~'n~mi:z~'::f'.~ose,~Uti?n":';:;
diff~icuities':-'~h~'Il:,:',St\cti,'~~:a,ini.s'·'a:.:e:·',su~je'c'ted'''::~o't1l7 "examiner) s '

, scrutiny,,'- ., ", -,' c •

The disclosure ~equirements of the u.S. taw (35 USC
§l12) , i.e..,' ~a\..r:r;ii:t:,e~.,:',desc:riI?t::~o~()f,:.:the-iI1ve~tidr,:,'·is'·per·ceiyed'
to be the. ,I1¥JS~" ·tJ;:p,u1.?le~,~me,'a i~;a' "f?F '.botl1 ,pres.en~' ..~nd .,iu t ur~
patent:~.t},g: ·of.maIl:-I!l~<:lE:! "liviD:.9:, microorgan-is~s:' and"hi'gher,,'lif'e
fo rms ,:
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In' draft-iIlg::p'at~nt'specifica'tions,,;a-tl-ea,st.:i·n ::the:,,~,

United States, applicants must comply with the "112" requ~:rem~Jl.t;

that "the specification shall con·tain a written description
of the;inven,t:ion, andio f 'a-rnanner and: pro:c,ess:of makin.g;,:and
using it,: .·in'such -'full /'c1ear ,-,cancise,,;,:and',:exac.t:. "texms as, to
enable any person skilled in'theart:to,Which;it.pertains ...
to make and use the same .... " In applying this requirement
ta a pp1ications":Claiming: .nove1 .nu.c.rccrqanLsms ',.th,e:,.de s,C::-J:"ip,:t iOI1<
in the", :speci-f,ication; :mus;t:be, drewn with. ,'gr,e,at, .pax:·ti.clll.a'rity
and must include as much detail as possib,1·e,<"rega,r4ing;t:t:axonorny,
where and how the microorganism was discovered or produced,
the Labor-ationyirne't.hodavby :wh;ieh,themicroorg,ani',sm, was: -,iso,la te,d:·,·
cu l, tivation.':o:f ;the:;mic:r~o'rganism-,_.an'd .any sp.eci,alc:hara.c,te;ristics
either of:.the, ;strain .o r. itscult-iva,t;ion,.$ome: ;;,pr~ctit:ioners
feel that since 'a';;:given: mi.czoorqan-Lsm. is:ul ti-ma.tely, ".defin.e,d
by the sequence: 'ofe,:bas'e;pairs: ,i-n--,i,ts::',DNA -molecule.:or: .;rn.ol.ecules,
the best way to define the nature and the identity of a
microorganism is by the set of genes that it contains.
Particular,:care;::should. De exerci-sed::,to ,include .as.much;:de:tail
as poas Lb.Le.s. particularly' :::::until;;:pa:tent c;'ffices ,'a,r,ound the
world gain more:exp:erience' ·:i·n handling applica,tions claiming
microargan:ism:s-::per,' "se. .

thereare'"about, lQO, 000, SPecies'
of fungi, 1500 bacteria, 18. 000, algae and" 20,,000:, protozoa, maKing,
a total number::of;)species o.r micr,oorganisms~::,o,:f>about, ,::140" .0.0:,0" _.;
known to science:~· Becatlse,:::more spec.Les o{;rnicrC?9rgp.nisms :a:r:,e:'
being described every:::' year ,,-,,:the': n'umber-::pu-rP9r,tedly,:,;,exis,,:t.Jng
in naturej',is much,' la:tgeJ;.~, Conseq,uently',~the;, .numberco f .,po.:te.rl·~,i.~},,·,

patent applications tha,t' couLd: be,::fil-ed- direc,ted;to:: "pure,',' '
cultures of strains of a single species is enormous. '

visiblec,to",the(,:'eye.,as living beings-and,:,-are only::>pe-r,ceived
as such on reflection.. The.: term typically encompas ses.. fungj.;-
{e .. g .. , mushrooms iryeasts:;, andvmo Lds).'; b,a'cter,ia.,;,;:(incl)-lping
actinomycetes>and.blue green algael~;, vd rusea-and protoaoav.
In some;jurisdictions such as in:'Japan the ::terrn::.is e xparidedr
to include c::ultures::-per se..,:of,'animals,--_-an'd:',plant:s ••

Even when the detailed:.wr:i tten':dis.cl,qsure as...:s1,lggested
above is drafted, it may not completely suffice to place the
invention ;:in:::the' hands -o f ::,those;,skil'led,:in,::,the,:;art,:,',once the
applicatiori ;,is's,ues .-<as, .. a'.U~-S~' :,patent,:'unless';::the':'lIlicrporganism·:in.
question was,:,'already'known or "ot:qerwise,readily,.:;ayailable;.... to
the pub l.Lcr.: Consequently, . prior "to 1970,the.u.5 .'I'atent.OffiCe
required' applicants with::claims::,involving microorganisms whi~h,';

were not known ,'or';,'available .... to·- the'· pUbl iCi:.,first,::to';:, deposi,t
a culture of ",the microorganismin'·a.,depository;,'to:,.Whic1:l'.-t.,he
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public hadfr~e ilccess as of, ~he' date, of filing t.hevapp.Ls.c a t.Lon ,
citing the ·firstparagraph of .. 35 U'.S. C: §1l2 a s . statutory
basis for thi:s~ requirement'.. The Court::of'Custorns',and, Pa t.eri't;'.'.
Appeals changed this requirement inl970 in In re.Argoudelis
434 F.2d 1"390, l68 U:S:P:Q.99, by stating that the law does' no t
require that the'" microorganism.'! cul, ture depos ited ,:,-by an :;'appl Lean t
with a pUblic depository be available to the general pUblic
at the tim:e, of-filing::his::' o riher. U. S'~'patent:: app Ld ca t.Loncsand
concluding tha't',re-strictibns:'·on access: to the depositeid:':cculture
by the public need be: removed. onlyupon<the granting of, a
U.S. patient; :tb:·tlre,applicant-~ Ori'the bas-is·O'of,'this decision,
the O~fice-:es:tablished,'a,',procedure-,;for,:-the .depos i.t.d.on of
microorganisrrts, set forth in 8860,G; 638 (May' 25 .. 1971) and
at §608. 01 (p) of the Manual of>PatentExamining.'.Procedure.

The important features of the deposition procedure
suggested bythe'U.S<. Patent Offic" as. being· acceptable include
the following:

(a) Applican't mus-t'. .depos i, t::a s ampLevof 'the' md c roo r.q-andsm
in a"public depository by··the.effectivefiling date'
oftheU,S • patent· application,

(br 'Re's:t:rictions onracces s to the .de'posLt.ed -samp.Le.unust.;
be:frrevo'c:ahly'removed by the app Ld.cari t' uponiqz'arrt Lnq
ofthe"U ,S.'·patent,

(d) In"<'additiori,the "appl:ica,ticin':,should', bev a.ncompanded
by,a declaratiori:in which,::the:"appl'i'can~t,~__ave.r.s t.o. ..
ha:ving assured ,:unlimit'ed:an'd' pe.rmanent; :,Eubl Lc: r

availability of the deposited culture;'<:sub,tect '~to;

the granting of a patent on the application,
"during the <life 6fthe ipatent.

(c)~he ,~naI1le,' a,rid .addness -0:£ :thedepbsi,tor'i,',:and::,t~:*=-
'acceS5 ionn-urnber; ident'i fy ing::,the,:appli:c:an,t' .sIcuLtiuz-e:

:','i'rf-:ttfe,depo'si:to,'ry sncu.rd-appeax .Ln' the .app'l i.catri.onl
, as,,, f·iled',: ::along:,with as'::.cornpLe.t;e: a. taxonomi c
desc rdpt.Lon '0'£ ,::the ,:riticro"drgan ism .e.s

In August"'197S,:a "Ccriveri'tLoncwas' signed:i'dm' g.udapes t,
providing for. the: e s t abLfahmerrt ro f <an :':,intertia c i.on.aL ::depos Ltory"
of mi<:roorgallisms ::f()r'ipatent~:r:?1 ,pur-poses ~ Two ·:,ye,s"rs',later-"
On AuguSt':,'l,9;,. ~980 ,,:the':;Budapest Treaty:,on \the ':I-nternationa-l
Recogni,tion of: the~:'Deposit of ,:.Microorganisms ",for trhetp.ur'pcses
of Patent Procedure,~encered.i i.ntioc foz'ceow.i, th:::respect to:,:the,
Uni ted Sta,tes',,:;Hllrigaiy'/'::Bulgaria, ::,France:anq.:::Japari'~· Each
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State adhe r i.nq. or acceding: t.he reeo. is:aulhori'zed,:to<::nornina,te,'
depositories on. it,s,,, territory.::to;s.erve .as ihterna:tional,depos:i.tory
authorities. Upon. compliance': with': -cer.tainproced"i.i.ra"1:,steps .aet;
forth in the Treaty, each such depository is :designa',ted::.:a:n
international depository authority.

as

la. Centraal Bureau voer Schimmelcultures (CBS), Baarn,
Netherlands;

lb. CBS Yea?t'Division,'

2. Deutsche Sammlung von'Mikroorganismen _CDSMh,,': ,Got:t-ingem,.
Germany;

3. American Type Culture Collection (ATCC), Rockville, USA;

4. Agricultural Research Culture Collection, Northe~n

Regional Research Laboratory (NRRL), U.S. Dept. of
Agriculturet",Peorla',Ill.. '- (USA):;

5. Collection Nationale de Cultures de Micro-Organisrnes
(CNCM), Paris", .. ,Prancei

6. Fermentation Research Institute, Japani

7. Forschungs insti t ut Borste.l .Inslti tut.e: i:fil'r : expe.r imentelle
Bi010gie und Medizin, Borste1, Germany.

Japan ac<::eded OIi May 19,'1980'to the Budapest Treaty
as the fffthcountry andvs Lnce then :'Fermentation : Re'search:"
Institute,': 'Age.r~cy ',o'flndustrial ,'Scienceand ",Te'chnology",:6f ,,:1:- 3'~

Higashi 1 chorneYatabernachiTsukuba-'gunlbaraki-ken30S'Japan
(hereafterFRI) ·has beeIi preparing itself as an internationaL
deposi tory ',aut.hcirity .'Af.ter. the completion r,of :>the',preparatiqnr
it began i tsbusines's "as' ari'';'in'tern'ational depository;~>authority
based on Article 7 or Budapest Treaty onMayl,198l. To:
illust.rate:the types" .ofrequirements::which a re: promul gated ~

aninternational1yre<::ognized depository 'has let us· look
briefly at FRI's policies and regulations ;

'f'y:pesor"Dlic~d6~ganisms to 'be: deposited in FRI
include fungus; 'yeast / 'bacterium" and .. Ac t i.nomyc e t.e,. provided
that "microotgartismswhich:'damage heal th:, o rr envLronmerrt , or
have propertY·of'being ,likely'.: to: do so,.·and microorganisms
required for handling physical enclosure of P2' P3 and P4,levels>
under "Recombined DNA Experiment Guidelines" stipulated by the
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Microorganisms (gehes),:.which,can
carr-be. .depo's i,ted-';':: Microorganisms
state:· '0 f' .be i, ng>sub j.ec.t.ed ",tq"

gave rnmenc, .·..a:re'excluded,
be handled a.t the P-flev"l
should be submitted in the
lyophili zation:· >treatment .:

Besides describing his new microorganisms per se in
his spec i f Lcatii.on zian applicant .vLa "his;';':a,ttprney·;<rnqst .nexti
decide on how,;to',claim.;.his',inv.en'ti.on:,;: s ince ;,:the ",funct;:i,.on';Q"t::
a patent"c.laim',:'is','-in'rnost:,countries, ::on'.e:.o.f: -def-i n Lt.dcn, ';~:;i-prop,e,r

method 0 f,de fin ing;:rn,ic robi.oLogica-l'inyen t ions < d.n. cLa.Lm.,
language <has ,;to:'"be:,found'~ To ,;date "rnicrobiolog:ists;, -and t.he Lr..
a t to rrreys .: have: »approeched "ithis 'cla,iming pr-obLem a Lonq.r-Ld.ne s
tradi tj"onally:,·to,,:their <sc Lance , They.:head:irnrneqia,tely;.to '
generally accepted" schemes: 0 f,class ificat'ion ,.:a,nd:taxQnorny
such as Bergey:;'s:Manual.' Thus -fo r definingpurpo~es;i t <is
proper to use,the;narne, mor phoLoqyrand biochemi.cal,cl1.ar.ac::.teri:sti·C;s
of the new strain as the essentialboOy::.struc::t::t1I:"~..o f ,:,the:,c),.a,lrn.'
These alone may be sufficient to distinguish the strain from
previously known; and, recorded strains: ~__ ,It'd:l.as,·be,en -cus.tonary ,
however, .co..rely on, the'· accession ',numbe:r:,ofj:he .,,;qeposi t:::6:f
the strain" in a,' culture" collection,: and-ci.ndeedomanycpr-ac..t.itio)}ers,
have been con.tent torelY,':.alrnost errt.Lre Lyson 'cu.;Ltu:r;e --coLL-ec,t,iqn,
number-vaLone,

(c) A person qualified under laws (See Rule 11.3
based 'on Budapest Treaty).",

(b) Depositor or a person who ha.svob.ce i ned
Depositor's consent and

Release of deposited microorganisms can be made to
the following pe-rsons":

Deposi t initially made is called the original'-:depOsit',
and when release of samples has become impossible as by the
death of the microorganisms,;the. -interna'bional":de'pository
authority informs the depositor of the fact and the depositor
can redeposit' ,:the":·:"same: 'm'i.croo rq'an Lams -]:. monthswi-thin:-the
receipt of the notice.. The redeposit is presumed to have-been.
at the date of filing of the original deposit.

Microorganisms will be stored for at least 30 years.
When any reque'st £br:re'lease:,:of -samp Le s hae been- madeo.c Loae to
the 30th year of stor,aget,'storagei's".'to,·" be",continued -another:
5 years.
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With regard: to::Gla-ims,base.d ':soleIY:b,n-culture: '
coL'Lect.Lon.cnumbe r-sv Lt; -should be;-note,d:thatr,el.a,tivel,y,little'
judiciaL consideration has yet 'l:>een:g:iv:en -t.o -:i:ohe;--limi ts:,;;to
which such claims musc, beconstru.ed. One-qu_es:tionfor,'example
might be whether claims .draf.tedin>terms ofithe'deposited
strain covers, only the :s:brain:?-ct1Jal1y_deposit~d:and,

.' ';M~' direct·descendan,t,s'iobtained"by.;"sub,..cul,J:.u;c;e.;..o fc;a,..S,MP,:
deposited strain, or whether they should be construed as
also extend-ing to indepencjent~y-prepared:'isolates-:,:whi'ch::are
indistinguishable Ln r e s s errt-La.l 'respects, ,from.the:deposited
s tira Ln,

An "intere's ting;U~_.S-.-_-_-.c as e i i.n. .wh.ich a, _deposi,t';-pl:'ov€;,d:,:,,;'
unnecessary was Ta-buchi' etc. al'Y'.~>:N1J.be,l:" et al',.,194: US,flQ, 5,21:'l
decided by.,the Court oLCustoms andJ'atentAppe"ls.in ,1.977.
Here the Court held' thateventhough·the description of;the
yeast strain, .. .nameLy, Candida, lipo-lyt,i:·ca:"No. '2:JO,t',:.;,(Jid--no.,t
refer to a repository number in a pUblic depository, undue
experimentation was not required of one skilled in the art to
determine which:.s,trai'ns:6f the qanusvuand-i.da .wou.l-d.. p roduca
the desired,pro'ducbin.,·acce,rdane:e with. .t.he. c La i.med proc'ess .

The term" "biolo'gically.. pure.culture" is note-defined
in the Bergy' specification,·but:'appears ,to mean nothing mor-e:
than an Lso La t.e- cbt.ai.ned by. ,coriven t.Lo naL: pur i.fLc a'tLon .s ceps .
When it is realized,-that: every: bacteria· ever discovered

In, drafting c.La i.ms for,aU.S;.',,"'app-licat-ibn it"Jis'
advisable ·to fol:1ow,-:"as:closeTyias :'po'ssibl.e /::: the. ,:':1 anqua ge o f-.
the claims which .we xev a'lLcwed 'in ,"Ber'gy and .Ln .Chakr aba r.t.y ,
For example, .Lookdnq :"ate-lairri 5 'O'f,the'::Bergy app L'i.ca t Lon,
two points aho'u Ldv.be .rroced ,

Ffrsti::'.·>fl1eBe{rgy'"c1:l3.iin: Lnc Ludedrbhe -Lanquaqe
"A biologically .pure cuLture of (the :specific.'microorgCinisrn)
This language'enabled,'the'ceurtto' find t-ha t.v.tihe claimed::'-!:;;:upjec::t::
matter was ,aumanufac.ture,ll .and not",a:'.'lIproduct',:of,.,natl,.lre u since
a biologically :pure :,cul,ture of t.he.. microorganism cannot: exist
in nature. -Accordingly i"it iso-advisable. to Lnc Ludext.hdsr.o r.
s ubs t.an t.La lLy a Lrru.Lari.Lanquaqe in avc La i.m-d.n ro r der: to-,:lnsure\'
that the pas s'aqe of the application through the Pa t.errti. and .rc
Trademark'Office is smooth. Precedent, for-this type;';of:claim
is available to over comec an ..Exarniner "s., rejection becauae- of,
the Bergy case ~- Even ,,' t.ho uqhve vpe tent'practi tioner':' may be
of the opinion that.:.:the ,term,Ubiologically, puree, cul;,ture.,':',is
ei ther unnecessary, excess:' verbiage, ',,-,or mere seman e.Lcs, i,t· is
still advi.sabLe. to include it~.;, since .Examfne.r s -have.. been'.'
known to insist upon allowed formats, thus costing the patent
practitioner, undue time, eff(Jrt~and expense.
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has been refined :toisolate'purityi'il. ,the-, very,' process of.
discovery :andldentification,-the 'addi,tionof< 'these·thre'e words
does nO,t,appear '~o restrict :'in,any'waythe ,effective':" scope of
the patent·,~· Furthermore;" .such logicishouldalso--be extended
to the Chakrabartys'ituatibn-in' whi.oh 'the' microorganism 'is
novel per se ,"forexarnplei'wherethe 'applicant 'ha'sproduced a
mutated niicroorgan-isrn by-irradiation'or:chemica-l ·:treatment-.

Second, the claim' in the Bergy:applicat-ion :included
the language' II s a i .d· 'c u l t u r e beingci3.pable of -p.roducdn-; ,the
antibiotic lincomycin in a recoverable quantity ripon fermentation'
in an aqueous nutrient medium containing assimilable sources
of carbon:,".nitrog~n" 'Cind, ino:rganic :;'~ubstances.,11 Suc.~language

is functionC!:landhas some appei:1l.because, it,' offerira, neat
solution to the problem of embracing everything that achieves
the same result as the-strains act1Jallyobtainedo by the
inventor. Unfortunately .such.ian '.e:asy:.'solntion is' not always
possible.

This"func'ti'ona'l':techn ique,U' of"claim", draf,ting,is.
presumably validwhe,re--·anumber<o'f strains" h ave'been Lso1 a::ted
with a common property which gives a new result. It may not
succeed, however ,whe're,:the-,'pro'pertyor reaul.t to be .obtiai.ned
is an obvious .des Lde r a'tium ,',for 'those, skilled in ,the·a:rt',. .An
illustration of the failure of the_functional definition is
the case involving U.K. P'ltentNo.952,820whichwas<decided
in the U.K. High Court and reported in 1973. < The patent,
claim specified use of "a strain of Streptomyces aureofaciens
which produces "'tetracycline" to :·the:substanti,-a'l,:,exclusion,:of
chlortetracycline 11" -and,:.these;strains'were .characcer-L z,edla:t.er
in the-:-claim:',:by refererice''t;0 a::harvest .maah ::.reflectance curve

. and a numerically,defined'--parameter~ Muchof,theargument
in court:'?ealt:;,with the'question:whether, o rino trvauchrs trra i.n s
had to be-descendantscof the_type strain A-377, b1Jtapart from
this difficulty of interpretation the Court also. found that
the other parameters used :to ":-define ... the strain"were lacking
in. real": substance" or relevance~· The ccure .found that .to"sea'rch
for a high tetracycline-yielding strain_derived from A~377

was simply to follow in,the::path:of __ previous 'workers and
amounted to an obvious" des Lderat.um, The' patentee's: method of
framing,' his. def:inition' inthis:"wayweIit un j us t Lf i abLy . beyond
the novel strains actually:disclosed;in:his specification.

In addition to claims di,rected to the, novel,:micro
organism per se, it is usually appropriate to include claims
directed to.·.the'process:of:; making:·the; product: .o f : t.he, microorganism.
Such claims. have: been held to be:pr;ma' fac.i.e r non-obv i ous , This
is true even':'ifthe"mit:ro0.l:'gan,i-sm-.:is a 'novel:'st.rain,ofa known
organism which produces the.· product. of, the claimed process.

-246-



- 10 -

II If 'the .. host:::' 5 train:: or' p La sm.id. type were'
specified, 'as it', would have 'to' be',:,.-if:, ,the:'

i baC~er-iWlr:'?:r;pl~srnid ,were""patented:.,,; then
it would be relatively easy 'for:competitors:
to use a similar gene in another host/vector

'system 'to ;'accornpTi'sh: ,the :s'ame:':, 'goal ,::';' ',thus ,
ge'ttih'g"'a'rbund ,the' pa:tent>an'd :render:in'g i:t;:
worthless 'to:i t'g- h61der'~,~, Z'immertnan';.
7APLA·Q.J.278,285 (1979).

only the microorganiSmwould:be
importation ·of·the product made oy·the microorganism.
Accordingly,.: :-·to- gain,a.:fuller·:measure X: 0 f:protec t Lon.. to 'which
the applicant is entitled, process and p roduc t.-cby-e pr-oces sr
claims should be included.

" Special ::'reasorts:,>for: -drafting claims','on:i;the::·prqcess,
u til iz ing :-themic-roorgani:sm are,-:the-:relat'ive. eas e.' with";which:
one strairi·:of microbe·'cari::be-:transformed';'into'::another and":
the ability :::t6:'construct":tmrelated' recombirtan t'::oz:ganisrns':,: to,"
accomjOlishthe same:purpose..lchasbeen· suggested that
examiners':s~o,llld,al ~ow "process;, patents:: for:" synthesi z'~-n:g;:a"

product s:uch, as" h0:I'"mone:" froIn,a: particular genetic" se~.uence

DNA insert"without, specifying the speci'es::or:strain of'. ,the
host orCthetype dfplasmid,

Art app:licant,'should a.l so consider::submitting
producc-by-process -c l adrns ,:dire,cted:to,the' pz'oduct, i ~e'." ,the';
antibiotic, enzyme-;,::hormo'ne'","e-tc.:/, produced ,by,the;;novel _
microorgariism.. Th1"s",isia particularly .use fu L claim :i,where there-"
is a possibility thac the product maycbemanufaccllred.·abroad
by a competitor"us'inq the

Bef6i:e::'leaving:·-.the'-·' subj'ectof' c'Laim: draf:ti-ng,) ;a::brief--,
look at the claims allowed by the Supreme Court on Chakrabarty
is deeme'd"worthwhile'.

Claims:'1i,terallY' r:efad' :on:a'ny' .- pseu,domonas- ;:ba6teri lin:
containing a "':sta,bleco'mbinat ion<o f ,tWQ:-,o r,"more: ,:plasmids":,wh ich
provide ,d,i,f.fer~nt 'liydrocarbon,;,d~grada,tive:pathways t,;,irrespe,ctive,
of the~;bact,erium':,s'source" ,or ·,the' manner ',in, ,which _'it', was::,rnade,'.:
Critics rnight:;':argUe that' ',claims···:o'i·· such', :scope, aze ove r Ly .bz'oad
in that they merely state a desired result; ThePatenb:Office
may come: to in:;i,st, for ,excIJnple','.- tha tclciims to novel .hac t.e r-La
produced 'by··.plasmid transfer shouldberequiredo"to-recite
(I) the:' :pa,rticula.t:':baci:erial: ~s,pecies'which,:,the invento-r-usE7d
successfully. as the I'lasmid recipients and (2) the specific
plasmids he 'or she 'succeeded -Ln ,transfe'rring-.
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On the .other..;handiit-,is also conceLvabl.e jchat; the
Patent Office will take, the view it is proper 'to use claim
language as broad: as Chakrabarty "5 whenever the 'bacterium
claimed'Jis the<·,first .. to produce the zes.ul.t.s for.:which,' i t'was
created, e.g.:-/:the',first·:to;pro'duce a "specific.chemical::or.,
say, the first.to.be capable of biodegrading a particular
toxic waste ..,rf· it should .deveLop .. tha~t 'only_ sllch,pioneel:'s:tattlf>
enables one tci obtain Chakrabarty type claim breadth {or a
human-made rnicroorganism",:then it :wil'!- bevdoubLy.vLmpor-t.e nt;
to finish-first,in:any race:to, develop arnicxoorganisrn:'·for
a specific new"use~

Up to this juncture we have been addressing ourselves
primarilyto·procurement,· Le·t us now .inclosing.look ·briefly
at the enfoxcemencvaspeot, The.cons,ensus amcnq.opa t.en t.opr ac t.Le, t
tioners is that pa,tent,:rights_:,;for:microorganisms,per "se cannot
be enforced as easily as the 'patent rights for thechemiQal
substances a GenerallYi : in: the"case,',of,product,;'ps:tents "a."pe~s,9n
who has purchased" a·:: product f rom. the,-,paten tee':,or--).. :i.censee, .can
use and/or reselLi t freely ,anduseoL the re,.sql<J,proc'!uct
is not considered an,:infringement':of,the:"p?tent. ,:.;Ttl).;,s,;"1"s,,,tD-1§!:
so-called "theory of exhaustion of the patent;:l:',i,.ght":.Baka:t:;':s·
yeast, for example, sold in the market is generally consumed
by purchasers but can .aLso bepropagated"by them. If the
theory of exhaustion is':: applied to' such ca ses the,:'·patent
covering the yeast may be:very limited, and the pa.tel'ltee/seller
must give appropriate: ,n()ti,ce::,.to prohibi.t" ,i,ts p ropaqatLon ,

The production,of",another-:, n:ti.croo.rgi3.pi'sm py m-u,~.a,tion
of the patented mdc roorqand.sm :shou1.d,:",Pa::a,n-:,in:E,J;'::i.ng,em,ent::o,f., the
patent if the derived mutarit.".-is use¢l::,:c:onunerp:i,al).y 1i9~.eY~:r:,
enforcement of the right may actually be difU.Qul,tbec;",use the
patentee cannot stop the industrial or experimental' use of the
der i ved .mutant,-::',excep:C'· wh:er,e,-, his ,pa.tenj:: cpyers,:'l:h.e::, mut.anc,

The traditional patent- law doctrines o f, in,tr·i.,ngeme,l);t.,
contributory infringement and equivalents are being re-explored
and reevaluated,inow- ,:,that,patentabili-ty ,of, mic,rocq:oga,pi's,ms,
around the .wor Ld "is.becomi,ng,: .moxe. ac.cept:~ble:. 'Asth~new",;

techno'logyof'gene, ,splicing'continu.es; ·to ;,expand,'.~actual., __ ," .. _,
situations,wil'L a-riseicaus'ingsome' adept.ati.onvof 'the ;:t!."a,pJ:tiqI1a:l
doctrine,although the principleswhichguided.the,for;nation
of them should •• applytci the new biotechnology.

At the outset ·1 mentiqned ho", the. law anqprac:tice
on this subject' .,is,developing"pn':ac,q~~~by:...cas,ebasis:., In:,yiew·,
of the difficulty in making.generalizations,the b",stway T c ••.••.•• .;
know to exemplify formatsfqunc'!ac;"",ptabl", 'a!:. least by the
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Uni ted Sta tE7,s,,_~;a,t~.I1~Rffi913,_is.,"tp" /s:im,t?_~¥,: r~pro_d_u~~, ",~l~ilns,~rorn
four repres.erii::a,~;:y~_,mic::r;p~r'g~n~sn1;'p:at,e1?t:s:' 'wl'lich:':have 'issued
since the first of the year. They are as follows:

(1) Bradner, Bush s Nettleton, ~U.S. 4,~248,970;' issued
7, 1981 and assigned to Bristol-Myers. Claim ~l ~6f

-2~49-

Ljungdahl and Wiegel, U.S. 4,292,406, issued
1981, and assigned to the Department of Energy.
as follows:

(4 )
September 29,
Claim 1 reads

1. The mixed culture -system comprising a biologically
pure strain of the microorganism Thermoanaerobacter
ethanolicus, having the identifying characteristics of
ATCC 31550 and a biologically pure strain of the
microorganism Clostridium thermocellum, having the
identifying characteristics of ATCC 31549, said culture
system having the ability to produce ethanol in
recoverable quantities upop fermentation in an aqueous
nutrient culture containing cellulose material.

1. A·btq~,09'.i_Ca._11~{;l?71t~.,q~ft{i'r~of:-~hE!,:~~'c~98~gan~~iri
Streptosporarigium~p,ATCC•~p 29; ~ said "ulture~eiI1tj
capable of producing' the a_ti~8,*ot~C"'c::?'lTlp~~~~,:}~ga;,c?lc_,_,_- . .
acid complex, in a recoverable 'quantity upon:'cultivati6n"
in an aqueous nutrient medium containing assimilable
sources of nitrogen and carbon.

issue

1. A pure culture of a variant of Agrobacterium
radiobacter, ATCC 31643, said culture being capable
of producing heteropolysaccharide.

(3) Manis, U.S. 4,273,875, issued June 16, 1981 and
assigned to Upjohn. Claims 1 and 2 read as follows:

1. Essentially pure plasmid pUC6 which is characterized
by a molecular weight of approximately 6.0 megadaltons,
and a restriction endonuclease cleavage map as shown in
the drawing.

2. A biologically pure culture of Streptomyces
espinosus biotype 23724a, having the deposit accession
number NRRL 11439, and which also contains about 20
to about 40 copies of plasmid pUC6 per cell.

(2) Steenbergen and Young, U.S. 4,259,451, issued
March 31, 1981 and assigned to Merck. Claim 1 reads as
follows:

June of
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,~ :::+~,~er.e st'fri,~'::":E:t1i:C?-l}e'~:~:':,::~';a ~~'nt:~ -.':_~~,P·~·,i,G:a~iq:ti, ':;~,:11:e~-
about a year ago, Pupl;:,-No:":" O-,,_,O·?-B:,-,:O'~,~,.;J"~as:c,.l.q~ms,: ,d.:fr,:'7p1;e4',,1::b
novel DNA, cloned DNA, recombinant prasmid conta'ining'the DNA';
microc;)l;:9~I.1:;Srt:L :':c911t,~~l1~_ng :the ;~q()~b,i,l1,Cin~, pLaamf.d ,,,and .proc.ess
for their production. . .

Iii, th·•••·tlle ••..t~.chnotogic,,+ •• a¥v,,;"CespreseritJ.Y· ~eirig
made in microbiological technology, it ~.~"xpected~ll"r
worldwide activity in the microorganism area will continue'
to increase, 1?Y::~~?-I's~,:a~9:"b9~l1ds.. <~o,:::_~Jy~_, p:ai:;ent, t?.F:~lst,+~~:ofl_e~,
this means mprE!:::~ha~;ten9"ess::;a~d,mor e ;,9PP:?',I,"bin8t,yt,P"shape
the patent s¥st~l1l~ of. ~h~.w(,rld1:"b.e~1:er.serve the· .
rnicrobiolggic:al. i!'i1us~ry and. the ..pubLi.c,
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RECENT COURT DECISIONS. ON TRADE,MARK

...-- :"TROY"- c'ase:a:rid<"UNIONlI:·case',";"'-

PIP1\. Ja.panese"Gtoup, 'ComnH:t'tee,-No'~-l

Goji Tasaki

Speaker:

Nobuyoshi Sakuragi

I. Introduction

I would like to discuss two, examples of court cases

on tra.de marks noted during the past one year in Japan.

One is a case involving a trade mark "TROyll in which

arguments were made ,as to ownership of Licensee' trade

mark~ after cancellation ,of license ag~eement. This is

called the TROY case. The other one relates to 1awfu11

effect of abandonment.of some of ~esignated goods after

judgement in trial before the Board of Appeals, This is

called .theUNIO~ case.

II. The TROY case (District Court for Osaka;

Decided on November 28, 1980)

1. Question

An ~gre~me~t w~srnaqe 9Y t~e_parti~s ~pncerning the

licenses fqr~~signi~g,~~~rs sh~rts and sweat~rs and for
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using trade marks, trade name's", etc ~ However./ttie<; trade

marks to be Ld.cens ed were ,:nCltspecif,i~allyidentifiedin

the agreement~ Then, arguments came out as to ownership

of the trade marks made byand,,;r:egis!:8cred to: Licensee.

It was questioned if it revertsto.Licensor after can-

cellation of the license agreeme~t.

2. Outline of the case

a) License Agreement

Plaintiff is a u.s. corporation doing business

concerning a production of textile products inci~ding

sports wears.

wears.

Defendant was one of such subcontrac£6:~s-::~h:o' ~as

granted a license by Li:c;ensor with.' j.~t~~~~di.ary assi'st:ance

of Plainti~f-:;'s agen,t' i'n'~art~as't;: andr:~xec~:'£~d' ctn"agi~~m~'-ri:t.

The lic~nse agreement provid~s ii6~:ri's~'s"arid"6wner

ship, more specifically:

i) License for Licensee to use Licensor's

trade marks, trade names, copyrights etc. by

"ma~~'{ng andn6ti~1/t-rig::th~ liCense;'

Supply "of ,Liceri.so:f'I's'saie~-:::knbWi-h'6~to

Licensee;

Requirement of Li'censo'r I s corrserrt tt.o

~se of any tr~de marks by Licensee;
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.'

~Roy~~~y;payment by 'Licenseeto Licensor

in accordance with the amount of sa~es

of the products using .the. licensed trad",

marks;

ii) -Liability of Licensee to register and

manage licensed trade marks, etc. on

behalf or Licensor in Japa~,;

Terrn:i~nCi:tion"of ,the li,<:;:ens6cupoIl. ,ca~-.

cellation 9f, the license,agre~~~~;

,---:; :.Return: of 1::1~l~:;as,.,an, .owner to Li,~ensoI:",~;

However, the agre,e:ment,~.. ddd .not; clearly. ind,ica:t,~;,th.e:

trade marks: of Licensor, ,to.,b~,licensed. While t.he ;,trade

mark "TROyllwas>owne,d and,:~.lse,dby;LiceI1sor in the U..8.A.

a same ·trade .. mark -was. I:"e,g.i,st,~.-re,c1~.. and.iowned by' a.t:.hiJ;,d"p21I"ty"

in Japan.: Licensee ,newly made ct,- trade. .mar k "TROY.BROSII

holding the word "TRO'Y,",>,in ;.i,:t:.:a,nd a; ma:r~:::.sho~iI1g<,a_:tolJa9.co

pipe . Licensee fi-led.,:these ,J::.wo .:'1:ra,de ::TI1aI',kscfor r~gis.,tration

in Japan':,with',Licensor,' siconsent; and.imade t.hemreg~s1::~re:q

under :.Licensee I S .name ,

b) Arguments and Cancellation

:'Licensee:executed '-__:a:;subl.i;cense aqr-eementi. 'iN'i:tq.,-: a,

company' II,T" .who is: noc.e par try ,of:, this case • ff,?w;~;v~r" d~:ff,~,r:7

ences came out Ln. interpr;e:l:a:tion: :betweem Ld censee. and, ,l;JA.ce!?-:SPF IS

agent who worked for,.the.:;;i.gr:eeIl1ent, concerning. .che, r,enewa,l, of

the sublicense:,agreement. A,S" 3, r.E?sulti',' ,the", agr,e.em~n~, was

terminated. But Licensee (defendant) refuse;cl,to: r,etllrn,to
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Licenso;:'::: "rpiaintiffY~tr:ade rnar-ks vf i.Led "and vr-eq.i s t e.r ed in

Licensee's name under the agi.-eement,naritely, "TROY BROS" 1

-"SUNFAI'R", II CASTAWAY"! and the p.ipetma'i-k ; :Licensor brought

a suit claiming a return of the trade mark rights.
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Lns i.s t s , Rathe.r,a permd s__sdon of. marki nq ",l,',li.cens,ed by." is

aims to:,pr,ovide:the,lllarked.,-pro,duc:t,s ,W,ith,an image of

foreign origin.Defendant,fup1:l1e:r,: ,sG!Ys:::tha.t t.h.i.a wa s,""q,1ear

fromthef<l-ct tl'l<l-t the agreement dOE>s,notidentify the trade

_____tipul<l-tes royalty paymE>ntsmarks to:be licenserl h"+,,C'

sample goods, designs, catalogues, etc. wqich,~h~l~ b~

furnished by plaintiff" But this assertion by ,defendant is

denied in dec i s Lon: by:,the court.

b-ii) ,ThE> courtstates,thatkeY"tqdeternlination of .t.he

licensed.,tr,ade, marks .i.s to.:,c9nsi.cler f:t"'C>II1-;€:!ve:¥Y ap.p~pt of the

circ,umstances.'including _an~lysisof .o:t>je:CtiY€:!E;; of the Ld.cense-,

agreement and history of Ij;cerlse ne:gotia ~i9Ils:,"f;l1:11,,~_E)P.~.c;lCl.+

attention, to\·statements and -actdvi t.Les "which ,haS. been': taken

by the parties , The courtalsopoin1:s,' OU1: ;t:hat plaintiff

is a corporation of;:,thE'!U:.'S~~._..wl1ere:,'l1$e':,:of,':,a':'trade ma-rk has

signi-ficant,.effect:',and ~hat_ def,endant ;:'is~o:t;,:familiarwith

the law practice "concerning- trade,mar-]cs:, inJCipan. The court

concluds that these must-.be. taken in,t,o:consideration for a

possible. settlement.

b':iii)On this stand point, the.court definE>s.that

property of plaintiff includes,

trade: names, <: :trade'marks: Or .- par t.LaL

incorporations thereof:which' have been

used by;plaintiff,a.s:its: ownbelongingsi

trade names; t.rade marks. or: .partia,l

incorporatio~s thereof which have been

designed or modified by plaintiff on its
initiative
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To thecolltrary, the couitadjudgesthat the pipe

mark was rnade<bydefEmdant'6nTts',own ihitiativELThis

adjudg'emeri't< based on<cons fder-atif.onvco busi.rieas c.Lr-cums t.arrce"'

in' ;'Japan. l± is' h'eld':that this 'mark should come to: :ownei<

ship of defendant although HSllse was subject to the

consent of pia:iritiff

:;"A.dd6:iding]ly i --it -c·'i's 'a "cour t, I,S; int~rp'ret:a't:ion;"that

IITROY BROS" and other 2 letter -marks should' bere'verted 'to

plairitiff~ 'The c'6riit'stat-e-s' ;:':iIl 'this' connect.Lon that

reg±st:tati6ri'-df the"trade:marks. d'n-name ':of a'efel1dant was

dueIunderrtihe 'license:'a'gfeement~· -However: /the<cQurt den-ies

alleged DwIiershipOfthepipe rnark'by plaintiff.

[Note:: Orit of--·-:these) "SUNF-AIRu
, was':m:a:de'by' pIa'intiff

"and presented to<deferida.rit fdf use ; Since

"THE":OUTLAWllfrbm I:.icensorwas questioned

about its reg-istrability in-:Japari; :<:Licensee

made a,new~:trade':':mark"~'CASTAWAY"taking the

'(THE; OUTLAW" Lnt.o account.r l

b-iv) Further, the court states that Japan-has-,-a

principle: to issue a', 't:.ra.'de mark'regis,tration: to those who

first filed, if it meets requirement~,,::'irrespectiveof its-'

actual designer or' user . Accordingly.,:-:assertion claiming

ownersh.i.pot a:'tradernark- by'-i,ts design'er:.coruser who made

or used-:it prior "·to "its';':f-iling may not he' understood to

comply withthe' ·trade mark system in Japan;
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In: ~this', .Ln's t.arrt; cas'e:,;:par,:ties}wi:l1~a,nd Lnt.ent.Lon

indicate t'hat'.,theyhave cons.Ldar-ed rtihe mark:S:;,a:;: ;,a :",so,,rt, .of

properties ,even .before. ,the:, .tiz-ade mark"appliqa;tJ,9-Il_ Based

on a preposition that future trade mark:s:~:-to._,s:tlcl).::-rna-rks

should be.reverted.to.the. b9th oart.i.es

agreed to stipulate at-rust liab,iT:i:.ty ,,;-in ,,~j:h.e '·:agreE:!.I"C1E:m.t:. and.

the agreement ·was:"execut'ed·~'

As trademarks::a:re :',re,qu'ired in .nacure ,,:te:>. .have an

updating feeling rand attractive expne s s i.on.vj usz; .l:i,.kE:!~' Ln,

this case, 4e=sJgJ}in,~ trade marks: rnus t, -l:>~ \f,~:t7h",~n.:te!}~gence

and originality. It is reasonable to hold that such design

ers shall be treated equally as the Lnvent.oriof pateIlt.¥'. and

the author of copyrights. This :LeaCistoc',l1lw iIlte"pr"tation

that prior users should be appreciated to a cert.aLn__~?::f;.;E!.l1t

in terms gf>"qw:nership_.

4. Remarks

a) ::;~;S st.at.ed above., thi!3,:iEl_Ci:"c?-ge,<w:h-e:r~:,j:he,-:::~icen~E!d

trade ,mark?, ,w~J;e,'Ilot;-tnCl:i,.cat;E:!ci:sp§c?:-:t:~cCi~f:Y.i.n., t,h,~_:, l:i,._p,~,:t1,~~/

agreement. The court did not hold a claim::qy-Li.gensp'~

(plaintiff) for ownership of the trade marks made by

Licensee (defendant) judging from overall facts coll"cted.

It is .not.ed that .t-he designer of; the trade,'marks,was

la~fullyappreciated<.t" theinvent"r .to the pat"ntl[Jght

and t:J.1at::ttl,~. dE!c~s:;i(:n:~:;:'_CiPpea:~s: neaaonab'l.ei.

.9>',,' ,:::r,Il', t~is ca ae '_,' ,amb~guOllS:": liqens:e,: p rovi.s i.ons caused
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tr2fde:mark

III. The UNION case (Tokyo High Court:

Decided on February 24, 1981)

2. outline

Plaintiff f i.Led: an application for

arguments As have~h~'en often pointed out'(_:trade,mark

pract:LfiOne-:rs'should' he fully awererof di'f£erenc'es in

law. (ex. prLnc Lpf.e to prior 'uae oand.ipr-LncLpLer tio prior

registrathnl'inthis caae)

In-particular; when trademarks'becarne:famous

through sales I e'f·for<tsby LiCen'see ,'ownership :of:',the

trademarks may be found arguable. Bothl":Licensor:;and'

Licensee should :be "care-ful fOr determination 'of -,the

licensed trade marks, duration period.oUthe license' etc;

'l'hiscasewas appealed t6bsakaHigh court.

1. QuestiOn

The issue resides in a point whether>'"abanddrilii:erit o f"

some of the designated goods, while a suit is pending at

court, has lawful effect on judgement in trial or nbt

The"'trade mark'was;'rerused iii tiial before':ffie Board

of Appea'Ls arid the case was"appealed"t6'the'Court"agairis~t

the refusaT"ln t.rLa L;

IlTH'£ UNIONII: in which the word,-IITHE" is smaller> Lniappear-ance

than the word "UNION1
' ..' 'ThE(~:ap:plicarit-desigriated gdods':for

its trade:':maI.-k: in' Cla'ss 26':'of': the'-TradeMark ;:Classffication.
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retroactive effect or not, the court says:

the applicant amended its designated goods to limit to

1,1 tJN'ION II,',: appeared

fbia.dvertisement,

s. Photo Pictures

Duririg the prosecution before the Board of Appeals,

"Commercial "Ma:9a.z:Cties',

,

items"

and related items ll in Class 26.

top, 1"l1N~O~,ll,;:~iddi~:,~hd 'liRE4pER~3"ii'bo't:tom~'

bigger than other two.

~i,tiri~,'£hi~ tl¢;ide ~~,rk':,'de's'i:grla:ting Enqli'~h'~'readers in

old Class" 66, refusal was Lssued, in trial by th;> appeal

board. The applican:t" sued J9:t=,_ Lts registration, ,to the cour-t,

and later.-amend,ed its des Lqnat.ed pr9};'lucts, to lIIn~0rIt1Cl:,~,ives

and Ma"g~ziri~:~'·:"f.o,rril~ii~()'f,de'f"t5ki:es:'on a'9±-$di't'~'~:l..~'i.'s,1I~'

aiming a t,'reTI1ov.in'g':'~b__s:E>ib'~~ a~'·fect:s.,

~here,was~a p~ior trade ~ark:reg~stra~ionconsisting

of 3-·t.~~i,~d,"wbrds "':PHE ~tJNION READERS il "'1n -wh i ch ' l1THEu:,"cbmes

More speci.Ef.caLl.y , ~pe,y .are UPrinted Articles, Pa.Ln t Lnqs ,

Calligra,ph~~' 'Works, :Engr~\P:l.rigs('" .. Pho'fO'pictures' I. ,'and ,'related

3. Dee-isLon

The "cq~i-.t disrniss'e'~ .t~'e:p)_kiinti:(("s':bbrrip1Cl.',in,t." s,aying

that partial abandonment of designated goods does not date

back to the"origirial application in terms of ·lawful effect

and ,tha,f it is noti Yeasonab'l.e to i:ever,t the',ju4geMen~'in

trial'.

Wi'th ':resp~c{ t6,ap() in,t','"~h~';th~i:-:abandonment; ," h~ s' '.'~



"Unless specifically provided", 'lawf1i1 'e'ffe:ct 'takes
place when ",the action "was rrta:de,. "Ip: ca,s,e,'W'he~e, s uch
measure iike abandonment, withdrawal, etc. is taken
to"a traCi~" mar~,;,applicatioI).";,;~l1eapp~ic;ai::i:on,:i,s
considered null and void under the Trade Mark 'Law,
Art. 8,,3 tq,allO""anyapplicatiqn filed earHer .
or later than its application date for registration.
Inoth~li~words, su.ch,applic~tioI!' isp0I"ls~,cler~cln(),t
to have existed from the begining. No retroactive
effect canibe ClcJcno'W'~edged... Nq qtl)~:r:,,~nterpretation

than this could be held."

[Trade Mark Law, Art. 8-3]

"When an applicitt:L6h': f6l:"':tr~d~'n1~rk rJgi~'tfat·ic),:ii."'hcis
'"b~en':abandoned , ,;wi tR,cl~,CJ-)'lI"l,:,of':,dea;l t,.-Witt:l'"Cl~,il)'ra+id,
or when the final decision or judgement in appeai

;>,:,:"wi1:h- xe!3pectto;;;the, "FPP~,:i.qF~,iqJ) :E9:.; ~rade~a~~:_, '
registration has become finally binding{'such' a ppLi.e-":
cation for trademark registration, sll?-ll,~",:\fi t9, X'E~s:r~C::1::
to the application of the provisions of the preceding
,:twO',paraqrap:tls, b:e d~eTI1eCl,i:0:J?-~yel,JE?eI;1 l}oIl:-e~istept
from the' begining ll (Foster' ~ Ono Translation,':JLP)

With' re'~~~ct"to"basis:;for;' d'et'efrid.nIng la\:ifufness ot:'t.he

tri'a'l""s j~c{gemerit: :'th~ cour't hbld§:ir~ ibfiow's:':'

'''The judgement f~~ii~'d i';i:'ti:i"~i'bythE=Boardo{'
Appeal.s of, tp.~, patEH)t"Of,~Jc~"-:is,,C3.P:?.<~mipis"~Fative
decision. When 'one finds'defects' in:the'decislon
and claims a relief l:>?,l.fi~fl,aWfu;t,ness.9f"i::he
decision must be judged assuming tihe 'situation'
where the decision was made.

However, exception is a case where an appr9P~~ate

decision under a certain situation is questioned
.1.q.,~:eI":",a:s:,;be.:ing Lnappropr.iat.e uncl~~ di~£er~~t:
s i.t.ua t Lori , In'sU'ch' a' ca'se , 'revers€'decision"'cQuT'd
be. avai.Lab l.e •

,For ,:.efCa,~ple"" I"~,~,eF:el"J.c;e ,.:l,P, ,~C3.,d,e:~? __ t.he.. :pa,tent ,9fls~t
When' judgement' 'in tr:ial Ls 'made: toallbwamendrnents':
b?: :Fenl,e:c:1X",: ,.th:E?:d~J::,C:,t.P", ,,:by ,:~~iSI1"a .-:pat~Il:t was, .re f'used
in other trial, the refusal is retroactively applied
to the patent althOUgh a suit is pending with respect
to Lawfu Lries s of the refusal. (Patent Law, Art. 128)'
Then,: th;e".re:~,s,C),l1.,s :f()r::l:"~~usal,~re r~,med~E:!d"Clnd,:,tlte
judgement: in tri-al based 'ther'e'on may hereversecf.-
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I)~q;e 2,;4:,.
1979

Decision- at
Tokyo H.C.

JUri€> 21' '1978 •

Feb., 22,
(iii. 25,
Feb. 24,

Trial's
judgement

Not decisive,
(could be read

'_I tr ia-L'_,s::'; judge7-,_
merrt,")

Basis for
d'e·t'e'rmin'a·tioti,

b~'c':ision'
by court

No,B

This is resulted from retroac__tive:';c3.ppl~cCl,~~pn_,:.of,
judgement in trial for amendment. However, this
docto'r iile: .does not allow"<lawfu¥,,d~:t_~:t:':rt'l:_ination:of
trial's judgement in general as of the day'when
the:decision-"was>rn.ade,at the, ,CO\.:q:"t:., hs: i!3"cl~;;t,;r.>

acceptedam~ndmentwould be held applicable dating
-,';bac-k -to ,the-day:-when>:the appLi.cat-Lon, wc3.s: f.i.Lad c "

4. Analysis

a) With respect -tb', TGas~s_sirni-lar::to:t:h.e:;;~u1?t~_c1:.;~,ca,s,~,

decisions may be'::'c:lassi'f,i'ed :''dnto, ,::three,·':gro.l:I.ps',~ Th~y,--:are

as follows':

cases? Let me discuss it more in detail.

b) Then, what decision sh'dl:be held' in this, type oJ: '

argued . MajoritYca.'sesfollowthedecis,ion 'of jTypeBabqve

It, shouldbemqted

These, 'three ·,types ar-eoases -in :which,';retroactive effect

that £hie-re-ar'e-some aig-tirnerits -·critici zing-,:this:de-ci sian.

and the subj ect:6ase is 'One: df>.,them ~

of abandohmeht·'and-law-fulness .of ,judgement, in :trial :,¥(e:qe
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b-i) Retroactive 'Effect

Inmyu:ndersta:nding~ partialabandonrn~nt,9f

designated goods shall be in effect after the abandonment

is made. :til 'other word's'; the retroactive effectshall,not

be justifiable. As the decision of this case pointed out,

there is no specific provision as to manners to treat it.

Thus, auch re f f ee t' 'Is ridtsubject" .to the .Law;

b-ii) 'Basis for "Determination of :Lawfu-lnes,s

It is my opinion that ef£ectiveness of judgem~nt

in ;trial should· be determined at the time when the decision

is made hy COJlrt bllt not by the Board of Appeals. So 'far as

th~trade ~~rk i p concerned, it might be reasonable to

determine i ts re~:ti;strability in accordance with amendments

of Jdesi9nated goods'at the time when -the decision is, made

adrhinIs::tr~tiveinnature but"it is not reasonable ,to put the

basis ;fo~,det~rminatiop,ofl~wfulnesson'the judgement in

trial si.nce th~ jlJqgeJ:!1~nt"'i~'-'-t.ria~__ ;,includes semi-jurisdfctional

effect.

Ra:ther,"'it would, be .reasonabf,e to rely on, the

decision by cour t , Because;itwill"contributeto,solve

argtime'nts'<aIid ";it wilT 'prevent 'later'~'filed"tradgmaz-ks ,

interpretation as seen in Type 'C.

both Lderrti.ceL or 'similar i from being,regis,tered.

<On this stand point, I would like t~<support the
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b,..iii) In .t.h i s line !,}~t: me show you other cases

where 'thecOu.rf h'edd:that the decision by court should

not adversely affect the judgement in trial [Tokyo High

Court; July 31, 1979 and Decernber, 24'1979j.In the

: Mol, " L<)~U"'L cc"a"s;e~, registration of a cited trade mark was can-

ceLl.edvbeo'ause of "non-iuse, ..'and in the' l'i3.-tt.e'r .cass ,' 'a ',,:cited

trad'e; 'ma'ikwas assigned: to' pLa'i.n'tid.ff , 1I1>"these : cases ;

the-canceTlation and t.he' :ass'i'gnment wefr'e::: niadewhilEi .su i,ts

were pe'ndi.nq before the': cour-t;

c) Now turning to the subject, Tokyo High Court held

two du·bitand1.ng :dekd.sion's' whibH c1i'ffer"in law::fj-i1:erpretatibh

du.r i.riq the;'pkfst6he'ye'ai-. bnetsi:-fdun'd iIi 'th~ dase~,~h6wil::'as

Ty'~e:'A b.b6Zre gIld': t.he 6the:r is 'fouiid :::fri -'t.tl'is liUNIONlI case

which represents theC~'i3kfs 'in 'TYP~ ':iL

De~pi.f;e such diff~'i;t:frid=~, ;'hbWe:'v~r r \itIiat':: t:he' lillION'

case t~ci6h~s:""i~ th:~'-t ~UClt ;ink,~,~tite~:]~fke::'-ptiftfai.;' ab~hdbAriteIi't

of fhe'd~signaied goods".:~:~d,:"IIloi~' e:xt:e;ri~iv~i~'~~s-s:i.:9nin~n-t

of tradri marks should ''l)e :!t.'~k'en bef6'r~ jUd~~irienf;' int:~'lkT; -i-s'
made.

This
. (' ,~he)£u.pre.me-!)

case was appealed to a Ri~8~(bourt.
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SpEiaker, Rudolph J. Anderson, Jr.

Merck & Co., Inc.

COMMITTEE NO. 1

PATENT TERM RESTORATION ANDUP[jATE

In our meeting in Tokyo Last vfaLl, we discussed the. p rob Lem

of the loss o f re Efec t.i.ve' patent life due to premilrketing,.regu~atoFY

review of certain .t:ypes.of products, p art tcular Iy pharmaceut ica Ls

agricultural chemicals and med i ca I devices., .We.provided t cithe

group some stat Lst i cs ,whiCh. outlined J\,st howvs eri ous the problem

has become and .d i scuss edja .p r opos e d so Iutiornto theproblem.\;I)ich

was thenempodied!n aqill introduced into the.United.States Senate

by Senator BirchB"YIl of Indi anaiand in the Houseio f .R"pr"s~I)tatiy.es

by Congressman Robert W. Kastenmeier of Wisconsin ..

Maryland introduced into the Senate of the United States S.255 entitled

of Wisconsin in,roduced into the House of Representatives lJ.R. 1937

as introduced are attached.) Under OUT congressional systems, other .'

(Copies of the billsentitled "Patent Term Restoration Act of 1981 1
' .

"Patent Term Restoration Act of 1981" and Congressman Robert W. Kastenmeier

In our\,:~!r~t,e)lJ~<o~ 7:9,ng~~,s,s,i9Ilal :a,c:-:t,~pn",,; J,~g,i,slat~.9n which is not

enacted _Cl.t"the _~l1d of,a"pcp:~ti_l;Ulal"".~,ql1,Kr_~SS9r tylO, yea r s duration

expires and is not 1:>ef?_~~,SlJJ?c~,~q~eTl,~,~:~:mg~_~ss.~S,__ ~,or_t,he,~.:r _~Cl~s~q~ra t ion.

FO.-,Ttur_at~JY,th~,,~?~~,~;t:~nce:_9J_th~,_PF_obl~!fi:ha,s heen r e co gn ized by

our legislators in the new Congress which commenced in January of this

year and legislati0!l was introduced in both Houses of Congress early

in the congressional session. Senator Charles MeC. Mathias, Jr. of
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legislation as co,-sponsors thereof. and many have done 5 (See

Attach. A), It is particularly interesting, to ,note from the list of

co-sponsors t ha t th~ legislationh,a~ the support 0'£ memb e r s of ,both

note is the significantposi tions in the .Sena t e "of the .Un i t e d States,

held by the co-spon,s,ors.

.He.ard ngswere ,held on)>. 255 by the Senate Jud~c~ary Committee

in Aprilan,d were cha i r ed bl:'Senator Mathias. th,o~'i hellring~,

numbe rio f ,~ndust:rl:'0rgan,i~ation~, and individual cOlllpanies, st r ongLy

suppo r t ed the LegisLa t i on, Both the AmericanPatent Law As s ocia t i.on

and the .Paten.t , 'l'rad~markllnd Copyright Law Section of. the American,

Bar Ass ccda.t ioncendor se d _tI:~, l13_g;_i.sl~~~:iOp, ap.;9: __}he~pv)!_pnmen1:;Cl}

Protection, Agency and, the, Patent and T'radema r k Off i c e bo t h vte s.t i f ied- - ','_ ,.-. . .. ,'" .. -,' - . _. .

favoTab~Y.<:lt t.he .Legi.sLati on, :r,es;,tJ~nqIlY "in: oppositi on w~.s r e ce i ve d

from the,associationqf gen'iricdrugmanufa",t,urqrs and the heaLt h

r e s our.ces.g rcup, ;,a: .Ra Lph. Nader or.g ani za t i on •

The Senate J)ldiciarY,Commi,ttee,favor,ably .r epo r t ed the legis±lltion

to the"Senate, of nhe .Uni-ted States and ,S,.2,55, wlls enaC1;e,d,~'y t he Scna t e

substantially asintroducedqIl J,ulY,9" 19,81.

The Subc.omratttee ion-Court s, Civil Liberties andrthe Adm i n is t r a t i on

of Justice of the House Judiciary Commi ttee iSC;-lfTl:'eTItty)}?t4-,~ng.'-J~~~r~

i ng.s cha l r.ed by Congressman Kas t enme i e r onI.L.ll,.1937. :r0s,timoIlLfavoring

t he Ll.eg i.s La t Ionchas alrea~Yl>eeIl,pJ:'qv~ded,to,the cplllmitMq,l:>Y rqpresen1::
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atives of industry or g'an Lz a't Lcrrs, Lndi v i.dua'I companies and un.l ve r

sities. Written submissions and suppor-t' of 'the':'leg:{s'l.:a:tio'nhave

been made to the subcommi t t ee by th e Am'e:rican :"Pateri't Lai.J As's oc ia'ti'cn

and the Patent, Trademarkilnd Copyright Law Section of the American

Bar Associatloll. Testimony in oppos i t i onIhas' aga i n come {rom the

generic drug manufacturers and the Nader group. Further 'he a'r i n'gs'

are planned in November for h~timbny from the Food and Drug Adminis

tration arid th~:-' cofurit'issibh.er· of p~t;~nts'. Their testimony is expected

to strongly supportth.eiegihi>1:ioJ1a~theSecretary,U;S.Department

of Hea l t h 'and Humin se'rvibas, Rich'ard:;:'S'~ 'SC11weiker; Conuhiss ioner:dF:

Food and Drugs, Arthur Hull Hayes ,J-r .aild Coilimi~si.orie r of Patents

and Trademarks, Gerald f. MOsHnghoff, have' dO~einreceIlt speeches

The legis Lat Lon has receivededitorialcndOrsemeIl t from a large

number ofn<,wspill'er~he/e fIl' thellIlitedStates iilcluding the New YOrk

Time5, \~ash'frig ton Pes t -:iri::<.t' "th'e"Ch'fc-a i:d" 'T"r rbune, The s"€i>'e'ai':f6r1'a'l s':-ia,"r e'

considered strong endo r s enen t ioL'a 'p6I'f-cy, of"p'atenf't'er'in -res-tc'r a t'Lon

and shouldha""·cOIlsidera.ble''i.rifTtienceanmembers of COngress.

w~ a.re, of tourse, very hopeful tl1atthe strong s'upportpatent

term restoration legislation has vrece ived wili' result in:Tts enact'ment·;

into lawbyfavarable ac t i.orirby the House ofi'Rep r e s'eri't a t'fve's' and

Presi'dent" Recii~an'"s ass en t .

There'ar€{:severalsp~cific issues with r especti t o the Leg i s Lat i on

which" ~r~; r'eceI~ihg<'~'~tiouS ·ton~d.d~ra'-ftori in the course of'<i t s c ons i d-

eration by the House of Representatives.
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The legislation introduced in the last Congress conteml'lated

extensLon of t he p a t errt vt e rm for productssubj ect to l'remarketing

regulatory review by the .Food andDrug Administration .and the

to chemica.lssubject to the Federal Insecticide, Fungicide. and

RodenticideAct, .1947, ("FTFRA") and to the Toxic Substances Control

Act, 19~9",;.and;to_.ch~mica.1,swhich were the. active ingredients in

pharmaceuticals,medicaI devices.. and othe,. products subj ect to the

Food and Drug Laws. 5.255 andH,R.193! a.dded to the scope of products

for which patent term res,torationwould be applicable to any, other

product ,subject topremarketingreg~latoryreview. It is important

to note, however, that in his i.ntr oduc t i on of such Legis Lat i on ,

Congressman Kastenmeier made th,e fa,llowing,_ r emar ks

... This year a riew pr ov r s i on has been 'added' a't '
section l55(c) (4)(D),tocov,r otherprodu~ts
subj ec't to Eede ra I prema'i'keting" 'revie,v~ :or"
not~{~F.p.t~,oIl,r~9lfire:p,e:n t_~., :b,ec_3:lJ~e,_ a;ntlptt>~!
ofipe opLe have expres'sed the concern thatF'ederal '
premarketing re\luirements h,ave erodeA. the patent
life in less visible areas as well. AlthoughT
take,_ no J,:o:s+.t,ion: :9n }~t5: 'm~r:iF?,' ._I:h~y,~", incl~4ed
the additional'provisioninthe bill in order;t'o
,dr,aw: ,a.ttentio:!l.,_tq:the:,!is,su~:\'{hery, ~ehave .QHT
hearings. Proponents of the broader coverage
wil} be :invit.ed:to,:~ake::,the i~,;c:ase duri.ng :c~ur:_
hearings, so that members of t he sub ccmmi't t'e e
can make an- .Lnfo rmed dec,isiOllon the .i s sue ....

To datEr th'~r'e-kave'be'en"Il() 'exainpfe::~rfo:f -'su2h'''other ,p'ro'\:h.i:cts ll '-:br6\lght'

forth 'b): 'the"; Ka'ste'nmei'e'Ts'lirj:cdmnlitt e e"'3"rid. 'ifis fe'as oriab'I e t'o: cant emL

plate the elimination of provision ec) (4) (D) on page 8 of H.R.1937

from the bill when i't is enacted by the House of Representatives.
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A s econdTs sue receiving cons i dera tLonYe l a t.es to' the' .incIus i on

in the legislation of patents claiming processes for making products

subject to p r emarket ing regulatory review. Rep r e s en t a t i ves f'rom

the recombinant DNA genetic engineering firms have testified to

need for the inclusion of their process patents. They have argued,

with considerable merit, that a ruling by the U'nited States Food

and Drug Administration that a product even if heretofore approved

for marketing is tobe made using:reco'lllb'inan.-tDNAte'c'hn:'i'ques, the

product so made will require a complete n~w drug application

approval. Thus, the product will be subj ect to pr~marketing delays

of the same nature as those now'suffered by 'any neJ chernic&i entity
found to have pharmaceutical utility.

A third issue under bii-r~n"tdi~cussi6n'i the ques t Ion of

the applicabili ty~ of,J:)1e paterrt.ite rm-j-e stora t i.on Leg i s Lati on ~o

products already undergoing testing and evaluation for marketing

and to products heretofore approved by the regu'lato,y agency.,

One must recognize that the legislation is founded on the concept

that the assurance of adequate pat'ent term for products subject to

premarketing regu,ra't,o!y,:teyi.~:~.",d~~~Y will 'prpY:~,9.t{,aIl incen't Lve to
. '.., , __ : ",." i :.-;

innovation in the affected fields. is clear 'from the testimony

received by the corigr'es s i.ona'I commi.tt.ees th;~ff:-s\.lch a spu r to

Innovationwd H occur. It is als.o,:t;leax", howe ve r , t.ha trthe flow. of

fundsit c i Lnncva't or s. Er.om such patt?nt;:,t,erJIl .res.t.o r a t i.on ,willnqt;:9cc,ur
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until the period of. patent life actually restored. For pharmaceu

ticals, on the basis of average statistics in hand, the result will

be cash flow from such extended patent life only in the 1990's at

in his testimony to Congressman Kastenmeierfs subcomm

that serious consideration be given.to the extension of patents still

pending which cover products approved in recent years by the FDA and

EPA. He pointed out that such products have been shown to have

suffered significant loss of patent life from regulatory delay prior

to their approval. It is clear that one must consider the need to

permit research planning for competition with a patented product on

patent expiration. One may then conclude, perhaps, that patents

expiring in the near future should not be subject to such extension.

However, it makes sense to seriously consider this suggestion of

applicability of the benefits to innovation in the legislation to

products approved in recent years where the loss of patent life

has been so forcefully demonstrated.

I am certain that you will hear more about these issues as the

legislation progresses in the House of Representatives over the next

months. I am equally certain that the competence of the members of

the Kas t enme i er sub cosnni t t.ee will permit them to resolve these issues

in a manner whi.ch provides to the public the proper balance between

incentives for innoVation and appropriate competition on products

where patent rights expire.
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As I pointed out in the earlier paper, the problem of the

loss of patent life due to regulatory review is a problem in both

our countries. It is to be hoped that the example of the United

States recognizing the deterrent to innovation that premarketing

regulatory review causes may spur other governments to consider

similar le¥isl~t{on. If you, our Japanese colleagues, have interest

in such legislation, we are, of, course, prepared to provide any help

you may desire.
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IT ATTACHMENT B

8.255

",.' -', " ", ..,

To ame~d the patent {a~ fo restore the {~riIl of the patbIl[grant

for the period of time that nonpatent-regulatoryeequire

ment~prevent the .marketing of a pat~nted product.

1 Be it enadedby.the Senatel1:."~1!ouse of Iiepresenta

2 tives of the United Slates of America i1l Congress risseinbled,
,.-....".,', ::> ""C",,:-"_"_'.;

3 That this Act may.be.cited as th~"t'lft~nt Term R.~stpration

4 Act of 1981".

5 SECTION 1. Title 35 of the United States Code, entitled

6 "Patents" is amended by adding the following new section

-272-

A. BILL

rif'I'ID: SENA'I'E.COF THE tJ1'{[~El> STATES·

JANUARY 27,_9;g;sl~tive dav, J,t~ti~:~5j',:1981
Mr; MATHIAS (for himself, Mr.:,RoBERT C'>§Y~J);;' ~fr:_THURMOt.1). ;~~~.~ERCY,

and Mr. DECONCINI) int~odu~ed the following bill;' which was readtwice and
referred to the Committee on' the Judiciary

To amend the patent law to restore the term of the patent grant for the period of
time..thaL'~I1onpatent regula~C?ry requirements pr~yent the mark,etinK:_of a
patented·m~(lduct." ,,', '

97TH CONGRESS
1ST SESSION



2

1 "§ 155. Restoration of patentterm

2 "(a)(I) Except as provided in paragraph (2), the t~rm of

3 a patent which encompasses within its scope a product, or a

4 method for using a product, subject to I' regulatory review
" .. ,' , .•.,'",'. '_ .',',",',,'.:..'." .' '''':.-" c,-·';,",'_ .'

5 period shall be extended by the amount of,time equal to

6 regulatory review period for such productor method if-

7 "(A) the ow"er of record of the patent gives

8 notice to the Commission in compliance with the provi-

9 sions of subsection (b)(I);

10 U(B) the product or method has been subjected to

11 .a regulatory review period pursuant to statute or regu-

12 lation prior to its commercial marketing at: use; and

13 . "(C) the patent to .be e,xtended has not expired

14 prior to notice to the Commissioner under subsection

15 (b)(I),

16 Tile rights derived from,allY claim prslaimsqfarj}';pa\ents?

17 ' extendedshallbe limitedin scopedurillgthe,Per;iodpf any

18 extcllsion tp the product .or methodsubjecttothe regulatory

19 review.period.and tp the statutory use JPI which.regulatory

:20 ,rnjev.\ was required,

21 "(2),.1n nuevent shallthe term pf ",n):,PMcnt,be ex-

22 .tended.Ior more than seven years,

23 ""(\J)(l)y{itpin, ninety days a,\tcrterrnillati.onqLa Xeg)!la

24 tory review period, the owner of record of .the patent shall

25 notify the Oommissioner.iunder.joathvthat. the regulatory

-273-



3

1 review period has ended. Such ridlificlltionshlill be iriwriting

2 ailid sh.uJ:

3 "(A.) identify the FeileraFstatllte or regulation

4 Ullder which regulatoryreview occurred:

5 "(Il) state ihedaies onvwhich the regulatory

6 ' r~vrewperiddcoinmehb'edalidended;'

7 "(0) idehtifytheprodllhl.and'thestatutory use for

8 which regulaioryrev'iewwas'teqllited;

9 "(D) state thaUhei'egulatdr)' review referred to

lOitlsllbse'ctidli (a)(l)(B) has-been'satisfied; and

11 H(E) ide'n.tifythe'c1aimorillaimsoLthepatent to

12 whichtheextensiollis applicablerand tthe-Iength of

13ilineo(the regulatory review period for which the

14 ' 'term of suchpatentistobeextended.

15 "(2) Upon receipt of the notice required by paragraph

'16 m;ihe Commissionershall' promjltl)'(A)pllblish the il1f6rmac

17 tiori noticed in the OfficialGazetteo! th~PaientandTrade

18 mark Offioe, and (BlIssue tothe owner of record of the

19patelll.lI.certificate of'exlension, underseal, stating the fact

20 and length of the extension and identifying the' product and

21 thestalutor)' use and the claim orclaims to which such ex

22 tension is applicable. Suchcertificateshall'be recordedinthe

23 official-file Ofe'achPll.lente'xte'llded ahdsuehcettilicate shall

'24 beconsidered aspll.il of the-original patent,

25 "(e) Mused in this section:
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10

4

"(l) The term 'product or. all1e*9d f9f using a

2 product' means any machine,.manufactll!"e.c0!l1position

39f lI11'-tter9rany./specifjp m~thodofllse thereof for

5 includes the (0110'\VUl.".g .or .. any. specific. method.. of use..
.. . '. ~.<.,: >. I':,',::" '.'/.: , ..... "''-:':''. .,'

6 thereof:

7 "(A) any new. drug'.Il:'ttibiotic drug, new

animal drug, device, food additive, or color addi

ti....e subject to regulation.under the. Federal Food,

Drug, and .Cosmetic Act;

"(B) at'!Y..,pull1!tIl . or veterinary biological

12 product subject to reguIHi0't under section 351 .of·

13 the ..Public Health.Service Actor .under the virus,

14 se~m, t9xiIl' Il.l1d analogous products provisions of

15 the Act9! Congress of.Mll.~ch>4tl!)13;

16 .·.·(0) Il.Ily.pesti.pide subject to regulation

17 under the.Federal.Insecticide, Fungicide, and R.o,

18 denticide Act; and

19 "(Dlany.chemicalsubstance.or mixture sub,

20 ject to Jcgulationundcr.thc Toxic Substancea

21 Control Aot,

22 ':(2) The.terrntmajorhealth .or"environmentalef.

23 )epts test' means an. experiment.to determine or evalu-

24 at~ health 0LeIlyir()nmentaI.effe,cts;yhich requires.at
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petition with respect to such product or a method25

5

1 leastsix IIlonths todonduct,notilicluding any period

2 ... riltanalysis ol"conciIlIsiilns.

3 . "(3)Th{i~I"IIl'siat{,ioryuse' meansall uses regu-

41~i~d uIld~rthe'stailltes ideniifiedin· sections (c)(4)

1'( (A)"'ID) forwhichregwatory reVie"': occurred for the

6 product involved.

7 "(4) The tel"ni'reglilatory review period' means-s-

8 "(A) with respect to a food additive, color

additive: new anilTla1dnig;"\iete'rilla.ry biological

10 product, device, .•• newdnig; antibiotic drug, or

11 human biologicaliproduc], 'alleriod commencing

12 on the earliest'Of the date the patentee, his as-

13 ·signee,ilr hisIicenseefi) initiated 'a. major health

14 01' environmentaleffectstest on such product ora

15 nlethildfoTusingslIch'product;(ii)claims an ex-

16 emptiorifor 'investigation or requests authority to

17 prepare anexperimental" product-with respect to

18 such product or a method for using such product

19 under the FederalFood,' Drug, and Cosmetic Act;

20 tile PublicHealthServiceAct, Or the Act of Con-

21 gress of March 4, 1913,()r (iii) submits an appli-

22 cation or petition withrespect to 'such product 01'

23' H a method for-using such product under such stat;

u.te,s,8.Jiclerlding OII1'!Ie elate such application or



6

1 for using such product is. approved Or licensed

2 under such statutes or, if objections are flied to

3 suohapprovalorIicensej.ending on the date such

4 objections .a,re resolved marketin.g

5 is.,permittedor,if.cOlnrnercial' marketing is

6irlitiallyp~nnitted and later revoked pending fur

7,therpr9c~~dillgsa~a r~sultof such objections,

ending on the .date.isuchproceedings are finally

9 resolved and commercial marketing is permitted;

10 "(B)",~th.r~sp,ect \o;s,pesticide, a period

11 "cornrnellcingontheearlie~t of the date the

12 patelltee,his.a,ssi~~e, or his.licensee (i) initiates

13 a major health or environmental effects test 0 11

Hi s.llcll,pesticide, ;th~dataArom which is submitted

15 in..a request for registration of such pesticide

16 undersection 3iofthe;Fe~ers,1 Insecticide, Fungi-

17 oide, 8,11d.Ro~entici4eA,ct, (ii) requests the grant

18 of an experimentaluse permit under section 5; of

19 such Act, or (iiiLsubmits an application for regis-

20 ;trationot~uc!).pesticide pursuant to section 30f

21 such Act,.arid ending on the date such pesticide.is

22 ' ,.Jll'stregistcred,eitherconditionally or fully;

23. ~'(GL'Yith respect to a chemical substanceor

24 mixture for which.notification is required under
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7

'section 5(a) of -the Toxic Substances Control

ACt-

4

5

6'

8

10

11

12'

13

14

16

17

18

19

20

21

22

23

24
, ,

"(i) which is 'subject to' a rule requiring

testingvunder section4(a)0! such Act, a

period ccmmencingon the date the patentee,

his assignee, aPhis'licellsee has initiated the

testing required" in such rule and ending on

.' theexpirationof the prernanufacture notifica

',' tiori" penodUfiir'such chemical substance or

mixture.ror.ifanorderor injunction is issued

under-section 5(e) or' 5(O'ol<such Act, the

'date on which-such order or injunction is dis

,'solved Or set' aside; ,

"(ii)whiehisllOt'subject to a testing

rule under section 4 ;'of such; Act, a period

~iimm~ncing 'ori' the "earlier' Of the date the

'patentee.thisassigneejor his 'licensee-

"(I) submits a 'premanufacture

nctice.or-

~·(II)initiatesamB.jorhealth or en
vironmentalreffects lest on such suo

, 'stance, 'the-datafromwhieh is included

in theprelTianufadure notice for such

-278-
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8

and ending on the expiration of the premanufac

ture notification period for such substance or if an

order or injunction is issued under section 5(e) or

"(D) with respect to any other product or

method of using a product-that has been subjected

to Federal premarketing regulatory review, a

period' commencing' on .the date when the pat

entee, his. a~signfle, or his licensee initiates actions

pursuant to a Federal statute or regulation to

obtainsuch review prior to the initial commercial

marketing in interstate commerce of such product

and ending on the date when such review is

completed,

except that the. regulatory review Wiod.s~all')ot~edeellled

to havecommenced.until a patent has beengranted.Ior the

product or the method of tiseOf suchproduct'subject-to the

regulatory review period, 'In the event the.regulatory review

period' has commenced prior to .the-effective date 'of this SeC

tion.ithenthe period ofpatentextensionforsuchprod\lct or a

22 method of using such product shall be measured from .the

23 effective date ofthisseetion.",

1

2

3

4

," 5

6

7

8

9

10

11

12

13

14

15

16

17

18

19

20

21

o
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ATTACHMENT C

TOll111I,'lld the Jlal~'IUIIl,w In n·~torl' the term of the patent grunt for till' JlI'filll! ll!

tiqit· thaillonpatt'lli 'rl'~ulalOry':rt'4uirymt'llt~.tpreveut :.... till' Jllarkf'l illo! Iii ;.

pnteutr-d pnuhu-t

lXTHE HOlTSE OF REPRESE]\TATlYE~

f'EiHii~AR'y;1 ~;:: I }t';:':]

)t~" l\ M;Ti':~)1 t:1 E.ltllor,.,lliJll!'}'IL ?nd,~1 r,.S,A,'\YEll!: i~ltrn~:\lr,f;d,l lu- loll! IWill~ I,i::.
whu-h WlI!< rt·ft·rrl·d 10 Ill(' ('omrni'lIl'f' on till' .ludieiurv

A BILL
To amend the patent law to restore the term of th~ patent grant

for the period of" time that nonpatent regulatory require

ments prevent the marketing of a patented product.

oj Be iienucted by the, Senateand Houseo(.Repre.cli1u

~ lives of Ike UnuedStates of America inJ:!ongress.assembled,

3 That this Act .mav.be cited-as the "PatentTerm Restoration

4 Act of 1981",

5 SECTIOl' 1. Title 35 of the United States Code.ientitled

6 "Patents" is amended b~' adding the following new section
..... · ·.0·.

7 immediately after section 154:
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(bj(j ).

notice tctheCommissionerin CBl11pli~nc~ \~:ith the prO

'.Yisionsof subs~qtion(b)(l); .

"(B.).the product or method has been subjected to
... 0. .. .... _.' c'"'.... : :,' ,'_.,' <"'>'" '._.', : '. : C' _':" ,':::,," ", ',.. : ;,' '::0: : ' ;

.areg\llator~·.fceYiC\\"periodpursuant to sta tute or regu,

. Iation p.riortoi\s.cO!"1'!"1'erciltlrn~rketing or usq; and

"(C:l.thepatqI1t to.:beex\ended has )10t expir",1

prior to notice. .tothe Commissioner under subsection
.. "'" , ... ' .. "','" ." ",,' .. -'0.. "", '"._ .. _ .. ";n ' ....

period shall be.ext.endgdbs.the.amo\ll't.of~imc equal to the

regulatory reviewperiod for such product ormethod if

::(A).the c:owner. of . record .of .the patent gives
.,' ',' , -.-,"-."-." '.,-.. .. .. ,"- ',,-- , -, ..

2

1 "§J55, Restoration.of p"tent term

2 "(a)(1) Except as provided in paragraph (2l,thetew, of

3 apatent.which.encornpasses withinitsscope a product, or a

4 method for usinga.pfcod\lct, .subject

The rights derived from any claim or claims of any patent so

extended shall be limited in scope during the period oJ an,'

extension to the product or method subject to the regulatory

review period and to the statutory use for which re~lat9ry

20 .review WaS required.

21 "(2) In no event shall the term of any patent be ex-

22 tended for more than seven years..

23 "(b)(1) Within ninety days after ter l11ination of a regula

24 tory review period, the. owner of record .of. the patent shall

25 notify the Commissioner under oath that the regulatory

5

.4-'

6

i

8

9

10

I I

12

1:,

14

15

16

Ii

18

19

H.R. 1937_lh
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1 review period has ended: Stichn(jtifiCati(jn shall be in ,,+iting

2 a.rid shall:

:3 "(A) identif~·the Federal statute or regulation

4 U1ider~'hich regtilatory reviewoccurred;

5 "(13); state the 'dates on .'which the regulatory

6 re\'ie\\'period 20rnmellced ~Ild ended;

7 "(C) identlly'ihe productand the statutory use for

8 . whichregulatorvreview ,,;asrequired;

9 "(D) state that'the'regil1ator:" reviewreferred to

10illsubsection (a\(i)(B)hash~ellsatisfied;and

11 "(E) idelltl(r'thedaimordairiis'ofthe"patent to

12 v..hichtheehensiol1is 'applicableal1dthe lengthoI

13 tiinfOithe'regulatory rhie\\'period for which the

14term'of sllchpatellti~ to be extended,

15 "(2) Upon receipt of the notice required by paragraph

16· (i); the Commissionershalf prO'mptl}- (A)pUlllishthe iniorrnii

17 tiollDoticedin the Official' Oazette of the' Paten!,'and'Trade

18iri~rk Dffice, alld(B)issUe tothe'o\\'l1er(jf record of the

19 patent' a certificate ofextensionv'under seal,stating' the f~ct

20 and length of the extension and identifjih'g the product and

. 21ihestatutor§ Jsealld the claiDl or Claims to which such ex

22 tension is applicable. Such certificate shall be rec6rdedinthe

l!:3officilllfileOfeachpatent extellded alldsllch certificate shall

25 "(c) As used in this section:
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4

of use

be zranted andLetters

includes the following or any specific mel hort5

I "(11 The term 'product or a method for using 3

-28,3-

2 product' means an~' machine, manufacture, composition

3 of matter or any specific method of use thereof for

i "CAl any new drug, antibiotic drug. new

6 thereof:

22 "(2) The term 'major health or environmental ef-

23 fects test', mea?s an experiment to determine or evalu-

24 ate health or environmental effects which requires at

14 serum, toxin, and analogous products provisions of

15 the ACIOf Congress of March 4, 1913;

16 "(C) an)' pesticide subject to regulation

Ii under the Federal Insecticide, Fungicide, and Ro-

18 denticide Act; and

19 "(D) anv chemical substance or mixture sub-
i' :..•

8 a?imal drug, device, food additive, or color addi-

9 tive subject to regulation under the Federal Food.

10 Drug, and Cosmetic Act;

II "(B) any human or veterinary biological

12 product subject to regulation under section 351 of

13 the Public Health Service Act or under the virus.

20 ject 10 regulation under the Toxic Substances

21 Control Act.



5

1 least six months to conduct, not including any period

2 for analysis or conclusions.

3 "(3) The term 'statutory use' means all uses regu-

4 lated under the statutesid~~tified in sections (c)(4)

5 (A)-WI for which regulatory review occurred for the

6 product involved.

i "(41 The term 'regulatory review period' rneans-e-

8 "(A) with respect to a food additive, color

9 additive, new animal drug, veterinary biological

10 product, device, new drug, antibiotic drug, or

11 human biological product, a period commencing

12 on the earliest of the date the patentee, his as-

13 signee, or his licensee (i) iniiiat~d' a major he~lth

14 or enyironmental effects test on such product or a

15 method for using such product, (ii) claims an ex-

16 emption for investigation or requests authority to

1i prepare an experimental product' with respect to

18 such product or a method for using such product

19 under the Federal Food, Drug, and Cosmetic Act,

20 the Public H~althService Act, or the Act of C()n-

21 gress of March 4, 1913, or (iii) submits an appli-

22 cation or petition with respect to such product or

23 a method for using suchproductund~r such stat-

25 petition with respect to such product or a method

II R I~"_ih
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1

2

3

5

6

i

8

9

10

11

12

13

14

15

16

Ii

18

19

20

. 21

22

23

24

" .. ,ft'· "

6

for using-such product is approved or licensed

under such statutes or, if objections are filed to

such approval-or license, ending on the date such

is permittedior, if . commercial marketing .• i,

initially permitted and later revoked pending fur

ther proceedings as a result of such objections,

ending' on the date such proceedings are finally

resolved arid commercial marketing is permitted:

"(BY with respect tOB. pesticide .. a period

commencing on the 'earliest of the date the

patentee, his assignee, or his licensee (il initiates

a major health-or environmental effect, test-on

such pesticide, the data from which is submitted

inareljuest for registration of such pesticide

under section 3' ofthe' Federal Insecticide, Fungi

cide.vandRodenticide AcW'(ii) requests the grant

of an experimental use permit under section 5' of

such Act, or (iii) submits an application for regis

trationofsuchpesticide pursuant to section 30f

such Act, and ending on the date such pesticide is

firsrregistererteitherconditionally or fully;

"(Oiwitlirespectto a chemical substance or

mixture for whicbnotification is required under
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1

2

3

.4

'5

6

:7

8

9

10

11

12

13

14

15

.16 .

17

18

19

20

21

22

23

7

section. 5(a)0( the Toxic. Substances Control

.Act='

"(i),whichjssllbj~ct to.a rule requiring

testing undersectio'14(a).o( such Act, a

period commencing on the .date the patentee,

his assignee,orhis licenseehas initiated the

testing required.jn .. such rule and ending on

the; expirationofthepremanufacture notifica

tiOD. Perip!lfor such chemical substance or

rnixture.i.or.if an order or injunction is issued

\In!ler,sectiong(e)or,5(f).oL such Act, the

date on whichsuch.orderorinjunction is dis

solved or set aside; .

"(ii) which is not. subject to a testing

rule u'1!lers~ction4.0fsuc!) Act, a period

;.collllll~'1cini},on J!)e~arlierof the date the

..patentee.rhis.assignee..or his.Iicensee-e-

"(1) submits a premanufacture

notice or:

"(IIH'1i\iatesa major health or,en

yironm.ental.effects test on such sub

stance.cthedata.from .which is included

in. .the.ipremanufacture notice for ~lIch
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and ending on the date when such review is

completed,

obtain such review prior to the initial commercial

marketing in interstate commerce of such product

pursuant to a Federal statute or regulation to

suchinjunctionisdissolved on-set

"(D) with respect to any other product or

method of using a product that has been subjected

to Federal premarketing regulatory review, a

period commendftg on the date when the pat

entee,hislis'sign~e,o~hiSiifenseeinitiates actions

'a.iid"ending on the expiration of the prernanufac

ture notification period for such substance or if an

order or injunction is issu~d u'nd~~section 5(e) or

8

9

7

2

3

4

G

5

o

16 except that the regulatory review period shall not be deemed

17 to have commenced untilapatent has been granted for the

18 product or the method of use of such product subject to the

19 regulatory.review.period. In the event the.regulatoryreview

20 period has commencedprior to the-effective date of this sec

21 tion, then the peri(jdofpat~n{~xt~flsidfl for such product or a

22 method of using such product shall be measured from the

23 effective date of this section.".
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13
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DELAY IN FILING A U.S. PATENT APPLICATLON

HOW LONG IS TOO LONG?

HHERE TWO I NDEPENDENT INVENTORS FILE PATENT APPLICATI ONS

CLAIMING THE SAME INVENTION, WHICH ONE IS 'ENTItLED TO THE PATENT?

- ITEDSTATES HAS 'RETAiNED 'THit F'i Rs't iO~I'NvENTcONc'EPT ,~- ---~-

WHILE ALL OTHER COUNTRIES, WITH THE EXCEPTION OF CANADA AND THE

PHILLIPINES, EMPLOY THE FIRS'T TO FILE CONCEPT. IN THE UNITED

STATES, SINCE THE 1835 PATENT ACT, 'IT HAS BEEN ESTABLISHED BY

STATUTE THAT THE FIRST INVENTOR IS ENTITLED TO THE PATENT, WHILE

IN MOST OTHER COUNTRIES, THE LAWS PROVIDE THAT THE FIRST APPLICANT

TO FILE AN APPLICATION IN THE PATENT OFFICE IS ENTITLED TO THE

PATENT. RECENT DECISIONS BY THE UNITED STATES COURT OF CUSTOMS

AND PATENT ApPEALS AND THE PTO BOARD OF INTERFERENCES, RELYING

UPON PUBLI C POLICY FAVOR I NG EARLY PUBLI C DISCLOSURE, ARE EFFECTI VELY

DIRECTING THE UNITED STATES TO A FIRSt TO FILE SYSTEM, AND THE

HISTORICAL FIRST TO INVENT SYSTEM MAY BE FADING,

BAC KG ROUND

35 USC SECTION 135 PROVIDES THAT THE PATENT ANDT~APEMARK

OFFI CE·. (PTO) MAY. DECLARE AN INTERFERENCE BETWEEN. APPLI C.ANTS"

AN APPLICANT AND A .PATENTEE, WHERE MORE THAN ONE INVENTOR. IS
; ,'.,- ...

CLAIMING THE SAME INVENTION. HHENAN.INT.ERFERENCE ).SDECLA~ED THE

PTO DETERMI NESPR lORITY OFI NVENTIONAND AWARDS. PRIORlTY TO. AN

INVENTOR IN ACCORDANCE,.WITHESTABLISHEDPROCEDURES, THEPTO

DEC I SI ON J S SUBJECT TO APPEAL TO THE UNlTEDSTATES(OU~TOF. CUSTOMS

AND PATENT. ApPEALS (CCPA) OR A UNITED STATES DISTRICT (OURT

PURSUANT TO 35 USC. SECTIONS 141 AND 145.
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THE
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CONCEALED KNOWLEDGE OF THE' I ''''''MTION

THE 1836 PATENT ACT PROVIDED FOR INTERFERENCES BETWEEN

PATENT APPLICANTS AND ESTABLI SHE[) THAT PRIORITY OF INVENTION

WAS TO BE AWARDED TO THE FIRST APPLICANT TO REDUCE THE INVENTION

TO PRACTICE.. DIL.IGENCE FROM THE TIME. OF. CONCEPn ON UNTI L THE

TIME OFREDqCJI(lNTO PRACTICE\'IAS,TOBECONSIDER~DINDETERMINING

PRIORITY ,OF· INVENTION. THE REDUCTION TO PRACTIC.E CO.ULD BE

ACCOMPLISHED ACTUALLY, By THE PERFECn(lN OF THE JNyENTION, OR.

CONSTRUCTIVELYr.B'( FILING A pATENT APPLICATI.ON IN JHEpATEN;r. OFFICE..

SIMILAR STATUTORY PRPVIS,lpNSHAVE<BEENRETp,I NED IN THE UNITED. STATES.

PATENT LAW TO THE PRESENT IIME,ANDTHE~EHAVEBEENMANY DECI.SJONS

BY THE PTOANDTHECOURTSINTERPRETING THE. LAw WITH. RESPECI.JO

WHO IS THE.FI RST , INVENTOR.

JNIHEEARLY DAYS, THE COURTS. GENERALLy..CONS !DERED .THAT THE

FIRST INyENTpR TPCONGEIVE .AND REDUCE THE INVENTION. TO PRACTICE

WAS ENTITLED TO THE PATENT. HOWEVER,INt:1AsillJ,V, HEPBURN, l~ APP,

.D.C. 86 (D.C. CJR. 1898), THE COURT OF ApPEALS OF THE DISTRICT OF

COLUMBIA UPHELD AN AWARD OF PRIORITY IN AN INTERFERENCE TO HEPBURN

DESPITE MASON'S (THE .JLJNIOR PARTY) SHowING OF PRIORITY; ASTCl BOTH

CONCEPTIONAND)RE])UCTION''TO·PRACTICE,APPROXIMJlTEL.Y SEVEN YEARS

BEFORE FILING filS PATENT APPLICATION. EVIDENCE WAS PRESENTED

ATTEMPTING TO SHOW THAT MASON HAD PURPOS ELY CONCEALED' THE J NvENTION

UNTIL HE WAS SPURRED INTO'FIL.ING BY 'THEISSUANCEOF THEHEPllURN

PATENT. THE RATI ONALEFORTH {sHOLoI NGWAS THAT A SUBSEQUENT

INVENTOR WHO DILIGENTdpURSUED PROCUREMENT OF A PATENtlN GOOD

FAITH SHOUL]) BE ENTITLED TO THE PATENT AS AGAINST ONE WHO DELIBERATE'LY...........................•.......



...,;;

- ;; -
THE 1952 UNITED STATES PATENT ACT CODIFIED THE~ V,

HEPBURN DOCTRINE BY INCLUDING IN THE PATENT STATUTE 102 CG)

WH I CH PRESENTLY, PROVIDESF

A PERSON SHALL BE ENTITLED TO A PATENT UNLESS

BEFORE THE APPLICANT'S, IN\iENTlPN THEREOF THE

INVENTION WAS MADE, IN THI,S COUNTRY BYANPTHER

WHO HAD NOT; )I\BI\NDO~ED~,SUPPRESSED, PRCONCEA,LED

IT, IN DETERMINING PRIORITY OF.INVENTJPN THERE

SHALL BE CONSIDERED NOT ONLY THERESPECTIVEDI\TES

OF CONCEPTION AND REDUCTION TO PRACTICE OF THE

INVENTION,gUT ALSO fHE REASClNAgl.E DiLIGENCE dF ONE

WHOI'lASmST 1"0 CBNCEIVEAND CAsTfd REDUCE TO

PRActrcE, 1RdM)A t{ME-PRrbR t8)CONCE~fioN)~Y THE

OTHER,

Eyo! IlTI ON OF A NEW SYSTEM

FOR A TIME AFTER THE 1952 PATENT;Aq T~ECOURTSREQUIREDA

SHOWING OF A DELIBERATE CONCEALMENT, INCONSIsTENTWrTHAN,L~TENT

ULTIMATELY TO FILE A PATENT APPLICATION WITHIN A REASONABLE TIME,

IN ORDER FOR 35 USC lo2cG) +0 DE~RIVE AN AcTUALPRIbRINVENTOR OF

HIS RIGHT TO APA"TENT, SEE DEWEY , LAl'ltoN,547F,2h<629/146 USPQ

187 (CCPA1965),

BeGINNING ABOUT 1966, THE CCPACAt1E fdfHeVrEwfriAT'IN

AN INTERFERENCE SITUATION, THERE CAN BE AN INFERENCE OF INTENT

TO ABANDON, SUPPRESS OR CONCEAL WHERE THERE IS MERELY A SIGNIFICANT

DELAY BETWEEN REDUCTION TO PRACTICE AND FILING WITH NO ACTIVITY
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ON THE PART OF A FIRST INVENTOR. THEN INY!lu.tiG.V. DWORKIN,

489 F. 1277, 180 USPQ 388 (CCPA 1974) THE CCPACHARACTERIZED

THE LAW AS FOLLOWS:

"As WE HAVE DONEOBEFORE, WE EMPHASIZE HERE THAT

EACH CASE I NVOI..VI NG THE ISSUEhl'SUPPRESsloN OR

CONCEALMENT MUST BE CONS IDEREDoN<ns OWN PARTICULAR

SET OF FACTS. • .INSUCH CONSIDERATION, TWO GUIDE

POSTS HAVE BEEN FIRMLY ESTABLISHED.

FIRST THE LEf'lGTH .OF TI ME FROM REDUCTI ON TO PRACTI CE

TO FILING AN.APPLICATION FOR PATENT ISNOTDETE~MINATIVE.,

r'1ERE DELAY WITHOUT MORE IS.NOT SUFFICIENT TO ESTABLISH

SUPPRESSION OR CONCEALMENT ••• HOWEVER, THE WARNING

HAS BEEN SOUNDED THAT ONE WHO DELAYS If'l FILING HIS

APPLICATION DOES SO AT THE PERIL OF A FINDING OF

SUPPRESSION OR CONCEALMENT DUE TO CIRCUMSTANCES

SURROUND I NG THEDELAY. • •

SECOND, SPURRING INTO FILIf'lG Af'l APPLICATlO~ FOR PATEf'lT

BYKNOW.LEDGE OF ANOTHER '.S ENTRY INTO THE FI ELD(E. G. BY

ISSUANCE OF A PATENT) IS NOT ESSENTIAL TO A FINDING OF

SUPPRESSION OR CONCEALMENT."
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SUBSEQUENTLY,jN1976 THE COURT, IN PEEL ERV •.. MlIl ER,

535 F.2D.647, 190. USPQ 117 (CCPA 1976). HELD THAT T:HE JUNIOR

PARTY,Mlg.ER, WAS. DEEMED TOH!"VES.UPI'RESSED HIS INVENTION UNDER

COMPLETED WORK ON HIS LNVENTION UNTIL HISASSIGNEE-EMI'LOYER

FILED THE PATENT APPUCA1;ION.

IN. SHINDEIARV. HOLDEMAN, F. 20·,207.USPQ 112

(CCPA 1980). THE CCPA HELD THAT, .WHILE THE JUNIOR PARTYSHINDELAR

HAD ACTlJALL'( REDUCED THE INVENTION OF THE CQ.UNT TQ.PRACTICE PRIOR

TO THE EARLIEST DATE PROVEN. BY HOLDEMANETAL.,.SHINDELAR~AD,DUE

TO AN UNEXCUSED 29 MONTH DELAY IN FILING, SUPPRESSED OR CONCEALED

THE INVENTION WITHIN THE. MEANING OF 35 USC 102(G) AND THEREFORE.

LOST HIS .RIGHT TO A PATENT AS AGAINST HOLDEMAN.ET i'lL.

THE COURT JOUND THAT SHINDELARACTUALLY REDU~ED THE INVENTION

TO PRACTICE LN JANUARY 1973. HOWEVER! THE SHINDEL!"R APPLI CATJ ON

WAS NOT FILED UNTIL JUNElL 1975,APPROXIMATELY TWO YEARS AND.. . . " ' .' '. , ." ..

FIVE MONTHS LATER. HOLDEMAN EI i'lL. FLED THEI APPLICATION ON

JUNE 9, 1975 AND RELIED SOLELY ON THEIR FILING DATE FOR PRIORITY.

SHINDELAR MADE AN INVENTl9NDISCLOSURE TO HLS PATENT ATTORNEY

IN JANUARY 1973 AND IT WAS DOCKETED IN ACCORDANCE WITH HIS EMPl.OYER'S

STANDARD PRACTICE. THERE WAS A DISCUSSION WITH THEPATENT ATTORNEY

AND A PRIOR ART PATENT SEARCH IN JANUARY 1974. No ADDITIONAL EVIDENCE

WAS INTRODUCED TO SHOW ACTIVITY ON BEHALF OF SHINDELAR PRIOR TO

HIS FlUNG DATE, NOR WAS THERE EVIDENCE OF ANY PATEt-r]"OR COMMElkIAL

ACTIVITY KNOWN To SHINDEl.AROR HIS ATTORNEV TO SPlJRTHEM TO PROCEED
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HAVE THE BENEFITS OF THE PATENT SYSTEM VIS-A-VIS

PATENT SYSTEM -- EARLY

"I1HEN AN .INVENTOR ACTUALLY..RE:jJUCES TO PRACTICE AN
.... ~ :'" i ... ,

JUDG'{/11RKEvNOTED THAl'T~E LINCHPIN OF

"SPEAKING FOR A UNANIMOUS COURT IN HORWATH V, ill, CHIEF

IN SPITE OF EVIDENCE THAT, THROUGHOUT THE DELAY PERIOD, THERE

WAS ALWAYS'AN INTENT TO FILE THE PATENT .APPLICATION BY SHINDELAR

AND HIS ATTORNEY, THE COURT HELD, AS A MATTER OF LAW, SHINDELAR

HAD SUPPRESSED OR CONCEALED THE iNVENTION WITHIN THE MEANING OF

35 USC 102 (el) •

CITING HORWATH v , LEE, 564 F. 2D 948, 195 USPQ 701 (CCPA 1977

AND Y.rlurJ.G. v, lliioRrn,489 F .2D 1277, 180 USPQ 388 (CCPA 1974),THE

COURT EMPHASIZED THAT A SUPPRESSION OR CONCEAL~'ENT ISSUE t1USTBE

CONSIDERED ON A CASE~BY-CASE BASIS AND THAt EACH'SITUATION MUSt'

BE CONS IDERED ON ITS OWN PART'] CULAR SET OF FACTS.

REFERRINGTO HORWATH V, LEE THE COURT STATED:

WITH THE APPLICATION PREPARATION AND FILING HOWEVER; if WASP

SHOWN THATSHINDE'LAR'SI'A-fENT Al"TORNEYWASHEAVIl.Y I~VOLV~Il WiTH

HIS PROSECUl"IONDOCKET AND LrYIGAT ION MATTERS" ANIlTHAT' HE NORMALLY

TOOK UP THE I NVEt.JrIONDIScLoSURESFOR FI LINGr N THE ORDER

WHICH THE'fWERERECEIVED ,THUS,THEDEl.AYINFI LING THE SHI NDELAR

APPLICATION WAS DUE TO THE ATTORNEY'S HEAVy'WORKLOAD\

- 6 -

FOSTERED THE 35 USC102(G)

CODIFICATION OF EXISTING LAW' (564 F. 2DAT 950, 195 USPD AT 703)"

AND WENT ON TO STATE:
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IN SHI NDELAR THE CDURT FURTHE~STATE[):

"As THIS COURT HAS STATED REf'EATEri{Y ,rH(jL1G~THERE liNo lAw

REQUIRING AN INVENTOR TbAPPLYFClR A pATENT OR TO A~PLY WITHIN

ANY pARTICULAR TIME, 'ONE WHO ,DELAYS FILING HIS APPLICATION DOFS SO

AT THE PERIL OF A"FINDING OF SUPPRESSION. OR GONCEAL~ENT DUE T~,THE

CIRCUMSTANCES SURROUNDING THE DELAY.' SEE, FORE~AMPLE:,~V.

DWORKIN, 489 F;QD Ar128L 180 USPQAL391,ANDCAsES CITED

THEREIN.

As IS STATED IN PEEI..ER V;MIUER, SLJPRAN01'E8

A DELAY (BETWE.Ef'j REDUCTION TO PRACTICE: AND F.ILING

OF AN APPLICATION) MAY ,BE .OF .NO LE:GA.L CONSEl1UE:NCE

(UNDER 35USLIOQ (G» BECAUSE IT IS NOT.LONG

ENOUGH. OR THE DELAY MAY BE EXCUSED BY ACTIVITIES

- 7 ~

APPLICATION FOR PATENT PROMPTLY ~ ~ ~ THE THEpRy

IS NOT FORFEIT~RE, ESTOPPEL, OR OTHER LEGAL RULE

RIVAL INDEPENDENT INVENTORS HE MUST FILE HIS

IS THE SIMPLE RULE.THAT THE PROPERTY RIGHT SHALL

RESIDE IN THE SECOND INVENTOR WHO DISCLOSED AND

NOT IN THE FIRST INVENTOR WHO CONCEALED, I.E., THE

LAW PREFERS AND wILL REWARD EARLIERD I SCLO·SURl

OVER EARLIER INVENTION. SEE RICfh J. ,CbNClJRJiING

I N~Vi DWbRKI N,SUPRA.. (584F'Qo AT 950,

195 USPQ Arl04JEMPHAsISADDEO;)"··
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OF THE INVENTOR OR HIS ASSIGNEE DURING THE DELAY

PERIOD. * **THERE MAY BE OtHER~ACTOks,BUT * **

THE UNREASONABLE LENGTH OF A DELAY MAY. (EMPHASIs

IN ORIGINAL) BE'AMPLE CIRCUM~fANC~wIN ITSELF

(EMPHASIS ADDED) TO FIND SUPPRESSION, (535 F. 2D

AT 655, 190 USPQ AT 123,)"

THE COURT REMARKEOASFOLLOWS IN $HINDEIAR:

"THUS, IN INTERFERENCE SITUATIONS INVOLVING ANOTHER

PARTY WHO WAS FIRST TO FILE AN APPLICAT\.ON,WlTHTHE

PTO, SUPPRESS I ON OR CONCEALMENT MAY BE FOUND WHEN

ONE IS NOT DISCLOSING OR AC1"I N.<i TO DISCLOSE THE

INVENT\.ON TO, THE PUBLIC OR TO ,THE PTO IN A PATENT

APPLICATION WHERE THE FAILURE TO DISCLOSE IS UNEXCUSED.

IN OUR OPTrHON)THE Twd YEAR AND FIVE MONTH DELAY

FROM THE TIME, THE IfWENTI ON ,wAs ACTUALLYREDUCED

TO> PRACTICE AND AN INVENTION DISCLOSURE RECEIVED

BY DEERE'SPAnNT'ATToRNEYANDTHETiME DEERE FILElJ

THE PATENT APPLICATION IS UNREASONABLY LONG IN AN

INTERFERENCE WITH ,A PARTY WHO FILED, FIRST,"

THUS, THE COURT IN SHINDELAB HELD HiAT%EPArENTATTORNEY' S

WORKLOAD WILL NOT PRECLUDE A HOLDING OF UNREASONABLE lJEl.AY, NOR

WILL A SHOWING OF INfENT TO FrLE--SOMEDAY -- NEGATIVE A HOLDING

OF SUPPRESSION,
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BY ANOTHER WHO HADNOT ABANDONED,SUPPRESSEIl OR CONCEALED H."

AFTER RECEIVING ANINVENTlON DISCLOSURE.

AS~OTEOABOVE, 35 USC 102(G)BAN~APATENT WHERE "BEFbRtTH~C'

APPLICANT'S' INVENTION' THER~dF'rHEI~'/ENTrON WAS 'MADEl NTHIS20UNIRY

SPECIFIED LENGTH OF TIME IS PER SE UNREASONABLE is CONTRARY TO

THE PREVIOUS HOLDINGS OF THE COURT.

SUBSEQUENT TO THE SHINDELAR V. HOLDEMAN ET AL. DECISION',
THE PTO BOARD OF PATENT I NTERFERENCES HELD IN KJ:.!.LG. V. \100D (2/13/81)

THAT A 26 MONTH DELAY FROM REDUCTI ON TO PRACTI CE TO FI LI NG WAS

PRIMA FACIE UNREASONABLE AND RAISED AN INFERENCE OF INTENT TO

SUPPRESS THE INVENTION. EVIDENCE OFFERED BY THE JUNIOR PARTY TO

OVERCOME THE INFERENCE WAS NOT CONVINCING, PARTICULARLY IN THAT

THERE WAS NO SUPPORT FOR THE CONTENTION THAT IT TOOK 16 1/2 MO'NTHS

FOR HIS ATTORNEY TO PREPARE THE PATENT APPLICATION:

FROM THE ABOVE IT IS CLEAR THAT THE CCPAIS DEMANDI'NG QUICKER

ACTION ON THE PART OF INVENTORS AND PATENT ATTORNEYS IN O;DER TO

AVOID OR OVERCOME AN INFERENCE OF SUPPRESSION OR CONCEALMENT UNDER

35 USC 102(G) IN AN INTERFERENCE SITUATION. AN UNEXPLAINED 26

MONTH DELAY IN FI LI NG WAS HELD TO BE UNREASONABLE IN KJ...u.G., AND

THE CCPA, BY WAY OF DICTUM, HAS STATED THAT THREE MONTHS IS

ADEQUATE TIME FOR A PATENT ATTORNEY TO PREPARE A PATENT APPLICATION

THE CbURT DID STATE THAT APERIOIJ OF APPRdXiMATELYTHREE··

MONTHS COULD BE EXCUSED ~ SINCE THIS SEEMED A REASONABLE TIME

REQU I RED TO PREPARE A PATEin APPLICATIbN. HOWEVER;THEcOLJRT
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35 USC 119 PROVIDES THAT CERTAIN APPLICATIONS FIRST FILED IN A

FOREIGN COUNTRY ARE ENTITLED TO THE· BENEFIT OF THE EARLIER FILING

DATE IN THE FOREIGN COUNTRY. HOWEVER, 35 USC 104 PROVIDES THAT

AN APPLICANT FOR A PATENT MAY NOT ESTABLI SH A DATE OF INVENTION

IN PTO PROCEEDINGS BY REFERENCE TO ACTIVITIES IN A FOREIGN COUNTRY,

EXCEPT AS PROVIDED IN SECTION 119. THEREF,ORE, WHEN AN INVENTION

IS MADE ABROAD, WORK PERFORMED OUTSIDE THE UNITED STATES GENERALLY

CANNOT BE USED FOR INTERFERENCE PURPOSES .TO ESTABLISH A DATE OF

INVENTION EARLIER THAN THE FOREIGN FILING DATE UNDER SECTION 119.
THEREFORE, OUR JAPANESE FRIENDS, FOR THE MOST PART, WILL RELY UPON

THEIR PRIORITY DATE UNDER THE PARIS CONVENTION, HHILE IT IS MAINLY

UNITED STATES INVENTORS WHO ARE AFFECTED BY THE ABOVE EVOLUTION IN

THE LAW OF INTERFERENCES, ATTORNEYS FOR JAPANESE COMPANIES t1AY

BECOME MORE CONCERNED WITH THIS CHANGE IN THE LAW OF INTERFERENCES

DUE TO THE GROWING JAPANESE INVESTMENT IN THE UNITED STATES,

IN 1966 THE PRESIDENT'S COMMISSION ON THE PATENT SYSTEM

RECOMMENDED THAT THE UNITED STATES PATENT LAW BE CHANGED TO INSTITUTE

A FIRST TO FILE SY~TEM AND TO ABOLISH THE PRESENT ONE YEAR. GRACE

PERIOD. THE COMMISSION'S RECOMMENDATION HAS YET TO BE ENACTED INTO

LAW BY CHANGING THE STATUTE, BUT THE COURTS HAVE BEEN ACCOMPLISHING

THE SAt1E THING BY INTERPRETATION OF THE PRESENT STATUTE A NUMBER

OF UNITED STATES PATENT PRACTIONERS HAVE CRITICIZED BOTH THE

COMMISSION'S RECOMMENDATION AND THE RECENT COURT DECISIONS ON THE

BASIS THAT THERE WILL BE LESS DEVELOPED INVENTIONS AND LES,S WELL

PREPARED

APPEARS THE

SYSTEM.
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BASED UPON<THEPICTAIN<SHINDEI ARV, HQLQEMAN, THEUNITED<

STATES MAY" BE ONLY THREE ,MONTHS<A.WAY FRqM.AF IitSTTOFILESYST<EM:·

How LONG A PERlODFROMREDUCTION> TO..PRACTICETOFILINGIS.TOOLm'll'?

FORTH BY THE CCPA IN SHINDELAR, OR IF SUCH AN EXCUSABLE DELAY

PERIOD IS FURTHER SHORTENED, THERE Wlt-L B~ MANY PRACTIcAL: PROBLEMS

WHICH WILL ARISE FOR INVENTORS AND AY~NY>J\T+6~NEYSAND ~XHNSIVE

REVISIONS WILL BE REQUI~ED INUNlfEDStAfEs'PJ\TENT'~RACfICE<,

ADD lTl ONALLY, SUCH A RUUNGMIGHf W'ELI..~E2(JNS<lD~R~D>?~CONSisTENT

WITH THE ONE YEAR GRACE~ERIOD>PR~S~N+L~ PERMItTEd ~Y35 US«J.02CB),
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ADDENDU~1

FOLLOWING THE PREPARA·'-Iorf OF THIS PAPER ,I·· CAME ACROSS

A RECENTDEC!sIONBYTHE DISTR rcr COURT FOR THE NORTHERNDISTR ICTc

OFINlllANAWHICHAFFIRMED ADECrSlON OF THE BOARD iOFRATENT

INTERFERENCES HOl..DINGTHAT

" To AMOUNT .TO A LOSS OF RIGHT TO A PA.TENT

IN FAVQR OF..A.LATTER INVENTOR, SUPPRESSION

OR CONCEALMENT.MUST BE. DELIBERATE. OR INTEN

TIONAL, HOWEVER,EXCESSIVE OR UNREASONABLE

DELAY GIVES .RISE .TO AN INFERENCE OF INTENT

TO SUPPRESS OR CONCEAL, AND THE BURDEN SHIFTS

TO THE FIRST INVENTOR· TO EXPLAIN THE DELAY

BY SHOWING THAT THERE WAS NO INTENT TO

SUPPRESS OR CONCEAL, DELAY MAY BE EXCUSED

BY ACTIVITIES OF THE INVENTOR OR HIS

ASSIGNEE DURING THE DELAY PERIOD, ACTIVITY

DIRECTED TOWARD PERFECTING AN INVENTION

JUSTIFIES DELAY IN FILING A PATENT APPLICA

TION," RIHER S,A. v, CTS CORP" 210
USRQ 806,

IN THE ABOVE INTERFERENCE IT WAS ARGUED THAT A TWENTY-

TWO MONTH DELAY FROM ACTUAL REDUCTION TO PRACTICE BY THE JUNIOR

PARTi UNTIL HIS FILING DATE CONSTITUTED SUPPRESSION OR CONCEAL

MENT OF THE INVENTION. THE BOARD FOUND NO EVIDENCE TO INDICATE

-300-
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TIME FOR liN ATTORNEY TO PREPARE THE PATENT APPLICATION.

FIND SIX MONTHS TO BE AN UNJUSTIFIED

TO FURTHER PEHFEc+ING THE INVENTION AND PREPARING HIS PATENT

APPLICATION. INTERESTINGLy, IN CONTRAST TO THE STATEMENT IN

SHINDEI AR,

ANY SPECIFICINTENr'BY rHE<JUNiORPARrYTO SUPPRESS OR CONCEAL

THE INVENTION AND HELDTHATTHE TWENTY-rwdMdNTH DEI..A'i WAS

SUFFICIENTLY JUSTIFIED BY EVIDENCE ESTABLISHING ACTIVITY DIRECTED



Act\:faI:' 'corrdl t.Lonav.of ,Org,an.t:z,Cit~(:m' __:and. FUJ).ctipn

of_,~,aten~; D~,vi~~.oIl, ,i,n,.JapaIle?~,C?ml?Cinies

:pI?A:"JapaIl~?e Group

Committee No.1

Katsuhiko Takahashi

This paper roughly guides the actual

conditions of organization and function of

patent division in Japanese companies.

The annual number of applications is

large in 'Japan. These large number of

applications are supported by the organi-

zation and function of patent division.

This paper reports the data of patent

_work by such organization and function of

patent division.



Actual Condf.td.ona. pf, OrgaJ:lizatipIl,< and, gune,tion
of Patent Division in Japanese Companies'

AS is appererrtifr om the annuaL. number of appId.cat.Lona

shown in Table 1, a large number of applications have been filed

in Japan. Since 1974, the number of patent and utility

applications has exceeded 300,000 annually and is currently

approaching 400,000. Thus, Japan is Number One in the world in

the number, ofapplicCi~ions:t;:>e:ing,:fi,,l~q.?nIlH,a~,~y>;in,o:q.!3 ,nation.

Thel:'efqre:,' '\V,e", .c annot.idd.scuas ,,:th~, organi,.;za:ti(:m and "func

tion of patent division in Japanese'companies without taking

such a suprisingly large number of app~icati9~~cAntosops,i~erCi~~on.

I. Organization of Patent Division

A. pdsif'i6n ofpa.'tent.<'Divi:sion in :Organ:i:tat:±6n::of;,Japanese
C()"\paI'Y

Table 2, .shows a position of pat.e.nt.division in the organi-
"--"',' ,':. '-', """"- ',' "

zationqf '\ company clas"ified by industr:f.

Itl..metal and ~ac::h~ner¥"gro~p~. ' ~e.n~er o~ the compa

nies in which patent division belongs to engineering division,

development division or adm:i.~istrative division is approximately

equal t,q th,\t, of the cqmpanies in which patent division is inde

pendent 0:i:,.c>:t:hE7r divisioris'-~. «ok:, rr:~~,~ qroup consists, o.ftransport

ation·~ower ~achipe, machinery· tool, iron and steel·metal, and

construction. )

t.he compant.es where.,pat~.Ilt d~v~sion, be Lonqs to engineering divi-

~neJ~~~rip~~g~oup* , ~e largest number of companies

have patent division independ~nt of,~ther divisions, followed by

sion .o.r to administrative, .di.v i s Lon , This group consists of

heayY, e:lec::tl:'ic,]Jgp.t ~~~c::~ric, and, electric wire.)
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sion~

;,.;.,..... , " •... :'
inventors is 1,212 in electrica1'grol.lp, 8'28 in

divisions.

sion in each company.

.. "- ". .
division independent of other divisions, followed by the companies

in which patent d i.vf.s i.on belongs' to' engineering division;,:,:p'lanning

division oradminis'trative division.{irThisgroupconsists of gene

ral chemistry,' organic chemistry ,rubber ·plastics -paLnt.s Lnk , o i.L>

petrochemistry, e't.c ; , -fiber,' pharmacy/and 'food· co'smetd.c; )

patent division which belongs to development division or patent

In chenu.ce.L group*", rnoa t; of the compani.es have either

In:,;any:industrial group',/most .: of the ,companies centrali,ze

the staff of patent division at the head office, followedl:>;/t!l~

companies in which part of the" s:taff ~'fp~tEfnt divisi6n -is cen

tralized and part of the staff isdecen.tralized. There are few

companies in which all 'of"the staff' a.re "d:ec~n:traJ..I~'ed '-'tb"va:"rious

B. Disposition of Patent Staff

Table 2 shows the disposition of the staff of patent divi-

metal and machinery group and 361 in chemical group.

age number of

is 32 in chemical ~'~~up, wh:i.'ch is'~h~,i~:mt'aii~'st Dllnlber,"followed

by 52 in electrical group. The iargest number is 56 in metal arid

C. Numbers of Patent Staff and Inveritors

The companies of ei~ctri~~l groil'-!? 'h~4~:th~' larg~~{-'avJr;;.
.i.' fo1 10""" d , by; .,., , ,

age number of 23.3 patent staff members,jthe average number of

14.8 staff members in metal and machinery group. The smallest

average number of the staff is 11.4 in chemical group. Theaver~

In Japan' atpreseht, there are few companies in which

'patent divisi'oh'biei:or{gs' 'to le·g~~fldlvfston. Or'general affais'divi-



machin~ry:grqup.

The.number of patent and utility model applications per

patent staff membe riLs 15. 9in chemical group, which is the smal

lest of a.Ll, followed by 78.7 in electrical group. The largest

number is 88 in metal and machinery group.

II. Functi,ClIl, of PatentD;i;vision in Japanese COI11PCinie.s

Fig. I; :shp~s,t:l1.~, r~sults of Lnves t.Lqa t.Lon, cpncerning to

what degree patent division takes part in each of 19 kinds of

work in -patent: d i.vds Lon , 'rhe, aIlswer, was. selected .from.. .amonq

patentdi:visL()n: :f:u,I'1:ctiqning;:as main division, patent: division

f unc t.LcnLnq. as. qO()J?erati,ng',:~,divis Lon and, .pat.ent -d,ivision tak,ing

no participation. Since there is no significant differenc~s

among Lndustn-Les .-~nd·:,ip:d:us1:rial groups,. the r€!stll t~, are.s~own

based on tl'1e t.ot.aL•. of ,C::::0JJ.lpap.~es 9yer, "t:t~, w:h.ole".:j.l1dtls;try~

Fig. 1 WorJi. of. Patent Division and Its Share

.~:~~

-r-r-:: j

l

.- ,/ /~/';- 7

~--~-.~,./.."LL.J. / / / /
T,:~

patent.utility mbdEii f/' I);> I / / 7> / ./ / ,:#
design / }. 7 / 7 7 , / 7 I ,..

trademark
copyright
naming of product
proposal of improved technique
presentation o~,~ep~~~c~~~ePPf~

registration of 'design
patent information:servic~,

technical literature administration

research contract
technology import contract
technology export contract
know-how contract

patent contract
invention compensation
invention commendation

patent litigation
patent release.business

E2ZLl paben t dept.;': maindivisLori
f,-,:X.:;.j p'at.ent dept~,: cpoP€!rat~~g,?iyiston,
I=:=J patent depL: not related
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Referring to Fig. 1, in more than 50% of the cornpanies~

patent division' funcfioris as mai;n'division'fO£ the £6'1.1OOing

seven "items': pat.errt vut.Ll.L ty modet;'ctesign;t'ra'demark;'patel1t

information'service; pafem't,'c6n:tract;' Lnve rrt.Lon rcomperis a t-i.on and

patent litigation.

A. Management of Applications

A.l. 'I'he annua.L'numbe.r o fvpat.erit; and>utHity model applications

Tabl'e-3 'shows' the average :rh.mlbe'i-;6f applications ,for" a

year o£ 1976" pe:rcompany<ine:ach':il1dll~;<tr'y,'in' Jap'ah.

The::'-:eiectii6alg~6tii?'-'lsa"t/ilie{' tdp' of'; a-}l' ,'the; Lndust.rLaL

groups in'the averagel1urnbed:f 'hf' both; p:ateht:ahd: :ufilify:-':inbd€i'-l

app Lj.catifona , f6flowe-d bymetal'ana::rnach'l.hery' ,'g:roup':-and' 'then" :by:

chemical "'group ~

The same 1S true' foi foreign' app1i'catidI1s~;-:'-'btit':;-the':'number

of foreign applications f~qtiite§fu~li'a~:"6:bfu~a:r~d \;[,rt.hthat::'6£

national applic.it.'ions'. The':'>ri'uirit>'er'bf;cfc>"I."'eign.: patent applications

the highest percent-.

cerit.aqe o£a:ppliq,a1;:~oI1s pr~PClr,ed_'by pa_t:~nt:H:Clt,torneys outside:,the

company. The percentage of applications prepared by both patent

d i.vda Lon, ~9m~,

c:omp?p_~esin,.chem.ice I _9"roup, occupy

age of applications prepa~ed by their own pa.te'nt

macha.ne ry group exhibi t

occupf.es 7'percerit' bf"the"'tb'tal numberv of national pa~~;~t,

appliqations. (The -number.,o£,,,:£o~eignapplications, multiplied by

the number of filing countries, bC'¢ll:e'~~~:,:,~~:nit 25%.)

A.2. Handling of Applications

Fig. 2 shows the percentage of applications prepared by

e~,:t:~!1::t, division in a c.P~I?Ci"Il::y,>b:yp,ate:nt at_tb~neys out.s i.devche

company, and: by' both pate'ift':div'isfon of its-D,wn and patent at,~

tor-neys outside "the··•.. comPCiny.

division and ~aten}: :ai:,,~()rl1~ys.,ptifsid~ the company is the highest
'-','.-:':,':,:-',' .-

in companies 0'£ e Le c tirLcaL SP::9:up:~'
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15·5%

"K"7"~""""""'"

60

.'. '~":\~~ ~ :~.~':'"

40

95-86% 85-61% 60-41%
c:': 20:· 40 . 60

,,,-_.,,~.,,,,,,~

electrical

indus.tri.al group

totsl

chemical

total

etectXiful

chemical·

metal & machinery

metal & machinery

industrial group

I'ercentage of Prepm-ation by Patent Attorneys OUtside the Corrpany

Pereentageof preparatrlon between Inside and. Oqtside the CCJrrFanY

Fig. 3

Fig. 2

IZ2Zl

c:::J prepared outSide .the cOrIPiliy
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As shown in Fig.4, the companies in any industrial group

obtained

patent education for engineers

praqt~c~L.use of patent liaison

irlCr"ea,sing ability' or 'number of patent staff

/
. /
~/~/.~ sufficient searching of prior art

. . I

, . '_, ,- ,:, :,-'."',>0:
improveinent;-·:qf",:spe.ci,.fica tion in qua Ld.ty

decreasing the number of
applications

qualitatively classified application system
-308-

patent attorneys.

Fig. 3 shows the rate of dependence on patent attorneys

outside the'company "'conce:rnihgthecbmpanie's whe're applIcations

are prepared by their own patent division as well as patent at-

group.

through questionnaire in which three main measures were selected

by each company from among several items. In totaling, the first,

take the following m~asures for the improvement of specification

in quality: increasing in ability and number ~~t~h{-'~:t'aff mem-

bers; patent education for engineers; sufficient searching of

the priqr,arti ~~d t~e qualitatively classifJe9qPP~J9~tionsystem.

In the .case of:!=oreign,Cipplications'/ :as shownvi.n. Table 4,

most of the companies f',il~-fdt:~::i'~I1':-,:'~'~~licationsthrough" domestic

torneys outside the company. Companies of chemical group exhibit

the highest percentage of applications.prepareq by pateri~ division,

followed by those of electrical group, andJ;Ue:t_~~ap:d",~ach;inery.

second and third measures selected were given three, two and one

points, respectively.

effective use of patent
attorneys outside the @----..!iil
company



B. Preservation of Patent Right

B.1. Rate of abandonment

Table 5 .shows the percentage of the numb"r Of patent

rights abanqoned in .5 years from 1972 to 1976 to the whole number

,of, the whole companies. The next popular tool is a card which is

of patep:t;._,right~t. Mp:;:tofth,e C::_C?!TIP~:rl~_e_s irrespective of the in-

5% for either national or foreign patent rig~ts. Unex~ect"d1y,

there a re, __~_numberof .. cQffiI',a,r!ie:.s,in chemi.caL 9ro.~p that have the

percentag~of,aban(j0Ilments),f, more ,ttlan 20%.

B.2. Checking of payment of annuities

As shown in Table 6, a file or ledger is the, most popular

tool in cheoki.nq annui tfes;"':which:is employed in as much as 64 %

;:-",.'"

adopted in 19% of the cOIllpani~s:.::" I.rl.':electrical::group, a oomput.er

IsiadoptEid in 15,%' of the comp'ani.es; ,. which is a higher per,q~n,t9-.ge

than:inother industrial grotip~;

"

-,

,"'<:'-;' r:

Eva"luatiotr'o'f' Inventi~n-_',~irid,:,I?ai::'e;ntRight

An invention is evaluated during the period from fil.i:'r:>-g

of an application to the grant of a patent right, while a patent'

is evaluated in preserving the patent right or in giving a reward

for the practice of the patent right.

As shown in Table 7, about 70% of companies in metnl and

machinery group possess a standard of evaluation. Subsequently,.

65% of companies in electrical group and 48% of companies in

chemical group have a standard of evaluation, the latter showing

a lower percentage as compared with those in other industrial

groups.

The quaptitatively classified application system based

on the evaluation of invention is adopted by only about 20% of

the companies in any industrial group, as shown in Table 7.
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D. Practice of Patent Right

D.l. Practice of patent right and rate of practice

It is desirable -to effecfive1y practice 'patent' right in

each company-~'~'d ~~ftic{e~tly u£:llize' them from the stahdpo'int

of patent bust'ness. Fig. 5· shows 'the rate of I?ractiCe in each'

industrial group based onth~:cla.:ss{fi"di'tio:t:lof-n-ici%:, 11~'20%",

21-40% and more than 41%.
,',- "'.

Metal and machinery gr'oup iridiC"ates"the-highestrate,

followed by electrical group; Chemical group shows "the lowest

rate.

Fig.
Rate .of, Practice

~ "0;,10%

H¥ltt-20%

1>:.'1 21 - 40%

0 41%"-

chemi.caL

0.2. Patent Business

Figw 6 shows the percentage of companies possessing a

positive policy of patent business and companies considering such

policy in each industrial group.

In electrical group, the percentage of the companies pos

~essing a positive policy occupies 13.3%, which is the highe~t

one, followed by 9.4% in metal and machinery group. Chemical
••• ~~~~".,,~.~ ~ • ~.~"~C

group shows the lowest percentage of 6.6%. As 'a whole, the per-

centage of companies possessing the positive policy is low and

such companies ~eem to be limited to big enterprises.

-310-
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Fig. 6 Po~itive,:Policy:onPa1::ent BusiIESS

D. '3. Lrce'nsrri(~t'

chemical
group

electrical'
group

metal &

machinery group

adopted

Fig.7 shows the percentage of"the number of licenses

with royalties to the whole nwnber of the preserved patent rights

per company in Japan in each Lndue t.r-y'," ',According to Fig. 7. con

struction is ranked at the highest pe?c~ntage, followed by oil·

petrochemistry, iron and s t.ee Lvme t.e.L, general chemistry, food-

cosmetic, and transportation "power machine in this order. However,

the average percentage is as low as 1.7%.

E. Patent Liaison System

Fig.8 shows the results obtained through qu~?~ionnaire to

all companies as to whether pa.teht'liaisorF:sys'tem is established

or not and whether patent liaison activity, even if the system is

not established, is taken or not.

30% of- ,dorripanie's have a patient; Li.ai.son system and take a

liaison activity, and 37% of comparri.es take a'i:i..a'isbn' activity

although they do not have theC,E'stablished liaison system. As a

whole, 67% of companies substan"t'ia'ily,take a patent liaison activity.

The percentage is 'doubled overvwha t; :'::t;t::: ¥i'as "'in the previous
, '

year (1973).
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Fig. 7

conatrruc'td.on

oil, petrochemistry

iron and steel,. metie l,

general chemistry

2.0 4.0 6.0 8.0 10.0 12.0

food , cosmetic 3.5

transportation, power machine

fiber

organic chemistry

electric wire

machinery, tool

rubb~r;>~lastics

heavy electric

light electric

2.6

1.8

1.7

1.7

1.5

1.4

1.4

0.9

(
average number of
licenses with royalty

average number- of
l?,atem-t:. r~.g_l1"t:.!3

x lOP )

pharmacy

Fig.<a

I1CJ. praotace

being practiced
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as

The actual

in encouragement

payment or income

with regard:O::tb' j(.:riow-how, the per-

The' percentage is ~~:~~'~'i as to decrease, no

Fig. 10....', ..,L..:· ..1.'1.·. ~~..~.'t.:·.. ia.te.S.. ' the tr'e....n.d..S.:.:.•.i.....·.h.··'.. ·::'<p....·...a..·•·..y•...m..•...•••.ent and income of
.....'-.' : '. .:'. ' .. ' v. ,............. .:"", ",

royalties to and: .~rom-'Jap:anese com~a~.ie~:;:f:q~'~·igncompanies and

to and from foreign companies.

centage is further':dec:a::eased.

conditions as to how a company deals ,,?ith compensation for inven-

substantial change: ,~,~~:,!.~~crease from

in each indus tria'l gr6'ri'p:.

the total thereof.

and know-how to andfr.omJapanese and for.eig:t:l companies. The per-

of patent division in giving and obtaining licenses for patent

Fig. 9 shows the degree (in percentage) of participation

F. License Management

-313-

',,",:- \.>.":.'>
F. 2. Current trell'ds Ln payment and , i:nc'6ine;- Of.<·:J;pyalties

;j" ",' ,

the percentage is'" redtl~ed':"'~p,.,ab:c;:;t·-,':':·'3_Q'{',,·'·~i~O::,,:.~~.6"" Ld censes for patent

However,

d.Lv.i.sLorr.t.ak.i.nq .. no per tii.cd pa t.Lon .

patent division functioning as cooperating division and patent

centage is shown as to patent div1S

",::,:',>
Compensatioq~fbr .itiY~ntion

compensa~ion ,forinventionR ·i~

of inventions and promotion of inventive

tions will be describedbe.l0w.

F .1. particJpai;icm.:ofpCi-ten,t"Ciivi:sipn in patient; contract

G.
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knOw-how

all companies

no participation

0.8

patent

6.6

in granting licenses
to foreign COllpaIlies

in granting 'licenSes
to Japanese companies~?J;~~~~

Fig. 9

participation in Patent Contract' (Percentage)

in obtaining licenses 6-~~~fi
from Japanese companies

in obtaining licenses
from foreign COllpaIlies



Fig. 10

Royalties (Perc",ntage)

Payment Income

·'

income from,,Jawnese
conpemes

indU$trial qroup

metal & rrachinery

electrical

chemical

total

increase decrease

1·..·subsrantially
no change

.J.

payrimttd Japanese
ccepenies

increase

1·s\lbs1:aJ1ti<'llly
no change

. ..,1.
decrease
!

.' / .'
21.1.

... ,v--~ .'"", "
'_",5,0.5 ...... "
,'.,....'.'. '.__ '. "'.)', ..'.'1.

,,',,'-.. ',',''''
',,'-~:,5:2,3,;-','_~." ',:-;::~~...:',: .

'..\:' 53'... ',','<'
."'···,v'- . •2, .... _,,\ ...

'~"""~'9'3'\'~, '..)1361'\·,,>Z, ': ',,< 0\ '.', .

income':from-foreigri
carrrpanies

payment to foreign
companies

21.1

21,3

25.5

~2 3.5

total payment total income
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exami-

at the

;:C.•..-:.,',.,.. :" __-.»:

>iTP.:i~",'-tendency is in

L~'catLOn being laid

of. the',. humber .o'~ applications.

compensation per one application decreases.

',"',:.."',:'..: ,...''',..... ,....,: ..''., ..., ,,,::C,,,."".,..-,,,

proportion to the tende;"cy

The amount of compensation paid at the time of publication or

Namely, the"mox"e the number of the appLi.ca't i.onssLncreaaes , the

78.5% of the companies pay a compensation for an invention

G.l. Time of compensation

Table 8 shows';'t.l1e::t:{me of 'oomperiaa t Lon for inventions.

~316-

, .- . ,'. "', '

'The:'qompani:~'s :of chemical group:::pay",therhi'ghest amount

of '69l~e~~-~'~~;~'~/':~().li~Jedby tl1~,~'~6'~~'~h"i~~:::'~~_imetal and machinery

pany of each industrial group.

time of publication or registration of the application in one com-

,'" ,.... .. ".'."

the t:im~ of fi ling and at the

G. 2:'~ ~pun1:, of compenaat.Lon

'Fig,~ 11,.'~sh:()Ws'"the eve r-aqe amount; of comperiaat.i.on for e ach

of p~tent, utility model and design paid at ~the "time of filing

the application or of the application being laid open, and at the

at the time of filing the patent applicationpr at the time of the

patent application being laid open to the public, and 77.9% of the

companies pay 'a compensation at the time of publication or regis

tration of the patent application. Four companies aut of five

PCiY 13::-:con\J?~,~s~~ti6n fpr an invention." .- I't Lsiassumed that many of

thecaml?anie~ pay a 'compensa t.Lon Yox an invention twice:; i;~ e ,'at:.'

more the amount



16.06

15.49

"'J 2.73

,,"\. "'12.38

.~2.'U'

" ., 1.80

.'''i 1.85

_. 1.33

:,,, -, -c->, '" 'J'4.22

_ ........,,' ...'''''13.44

..... '" ......,,":"~ 2:08'

K "".,,"," ':.",] 2.8 9'

~~... 165'
1

I 12.69

unit: 1,000 :>,!""!S:Slwhen filed or laid-open
.. c:::Jwhen published or registered----

1,,<> 14.1

rvx,....."''''-.12.51

l!?%1':'u I,.. I..,

Compensation for Invention

patent r~~
utility nodel 1,.96

.~ I
I ~ ~.

Fig. 11

chemical group

patent. ~V0N I
utility. nodel. ~~ou.=.-",-=~--"-~
design !''1

design

electrical group

patent

utility nodel

design

Iretal & machinery
group

patent

utility nodel

design

-317-

About two thirds of the companies give a reward for the

Fig. 12 shows the results obtained through questionnaire

G.3. Reward for practice

as to reward for practice.

practice of the patented invention. 80% or more of the companies

of metal and m~chinery group and electrical group give a reward,

reward.

while only 50% or less of the companies of chemical group give a



38 com-

33.5 %

no rewardreward

Reward for Practice

~I~,- _

e,:anllIle" published patent applications.)

metal & machinery
group

all group

379 companies which occupy 96.7% of the whole. The companies

The patent information is watched by patent division of

patent division watches the newest

Table 9 shows the result of investigation as to whether

The centralized administration is adopted by 214 companies

chemical group

electrical group~~1'50'5%1

Fig .. 12
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panies which occupy 9.6% of the whole companies. The combined

administration is adopted by 143 companies which occupy 36.1%.

H. Administration of Patent Information

H.2. Watching of patent information

mation classified into centrali·ze"d"adminis.tration, decentralized

administration by div:CsI9ri~:,:'()r:",~~i::_~-~,c}:?:¢-i~'s::eridvfebo.recor-Les I and

administration of both cerrt.r-a Li.aedcarid deCe':ritralized~ t'ype.

H.l. Type of administration

Table 9 shows the type of" administration of patent infor-

which occupy 54%, and the decentralized administration

amined and
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''As', to the ~,x~rn:C~~d

processed'mater ia.:J.:, 'i3J:14,:--tl1~:i:~,own;proces s ed materia1.

The companj.as

Lnf'orrnat.Lon ,

These processedmateria.ls wili~'-919:k:Y,~",t:,9.fr¢du;ce':the':,,"V61ume

information "to..: be 'deiivered;•.,L..

publishedapPlica,t:Lons,.:mkny companies prb-&Uie: both the com-

amined and examined published applications.

Table 10 shows the type of service of delivering unex~

of pro~iding.th'eir"own pr'b'cess~d:material~'

film is widely utilized, a computer is not yet widely used.

j' .', ,;', ,f:'... ':',,', ,:,::. ,','-';:;',":':'!
~~A9l:1,iidqp~,:1l1Cl:rl~Cll,;' C:~I:'~.',/search'~ng;, qr card

searching ," by .use ..of.. ihs,trUIrieni... :,bb.'b'~py~.:4-3; t.o'5':j,~ . Although micro-

"""'.'"'':'''

Fig. 13 shows the p<=rcentage of 'utilization of ,a computer,

a card and,:micro:fi'lm for:classifyi~g,.,k.e.~pii1,g):"kndsearching patent

mercial

Most of "the: .corapanc.es deliver

separate of f i.c i a L 'gazettes: As to:-;th:e: \in~~'a±riiried pUblished ap

plications,' "there' are "a "lot 9:i.:::,',:compan.i'es."'\ihich offer a service

H.3. Delivery service of patent information

H.4. Utilization' of-ca. computer r : et.c.,

which are only 3.3%'of .bhe whole.

which do not watch the patent information amount tq 13 companies
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43.0%

v-

for watching
otherCC'Jllpan¥"s patents

being
conafdezed
3 .7% not utilized

utilization of,Compute.l:,'etc;,

for", administration
o{itS "Ownpat:entS

Fig. 13

M; metal and machinery group

E; electrical group

C; chemical group

use of 'microfilm

card s."arching)oy
use of :il1st:l:ument

manual card
searching""..

C M



III .•• Backingup.of,Rese'";cl1and Development

Fig. 14 shows the act.i.ve.::QQI,ldit~ons!'qL seven· ,functi.ons

industrial group

--- machinery
- - - - electrical
------- chemical

( E )

(B)

-32,1-

( F )

Active Conditions of Functions of pa~t :Bivi~ionFig. 14

.Orrevo f <the."important ,functions::of, ,pat.ent "division is to

can be divided· 'into <thefollo",ingseven f unc t.Lona e. (Aj,searclliIlg"

and practical use of patent information; (B) backing up of E~13,E(~:r;ql1::

and deve Lopmen t.rcIC) t~enqqur_aging :C?,f,c,;:lIlyel1:1:t.c::m, and p.t;qmotipn,.,9~.

patent·iconsciousness:; (D) ,_::pat~nt_, procuremene r {E;) p:t'~s~rya~ipp.

and practical use of patent rights; (F)h'\IldJ,tng of ,mattersr€l'"

lated to other companies; and (G)pat€lIlt Li,tigati,m and". cont.rec t ,

(In Figs. 14 and 15, these items ,are denoted by (A) to ,(G),.)

of pat.errtn-d i, v.i.s LoniLn each-of. machinery group.; :i:,el~p,trApa.1-,;:"gJ;::.9}JJ?

and chemical group.

back tip: research. -arid , deve:lopme~_t.,!,he;,}·for~,,:ofpCltent;_div;i?,iof!.



yen

in active

companies

each group.

b ackLnq up of research

than in larger

promoting pat~nt consciousness,

ch~mical group and

the

in
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In backing up research,' 'arid develcipmeht','<'chemical:group is.

most active,' 'followed bY;'m'achin.e:ry groupahd",:e'lectric'al'::group.

The active condition of "'the :fun6i'ion6f:'bac'king: up: 're-sear-chand

deve Iopmerit; has "been -de c Lded ha'l::fedori'the'answe'rs "to,.,-,thei:fo,Tlowing

quest1:dn.s.
(1) Grasp6f trends of other'c6mpanies andtechnolbgy

a) s~'circrElng:':'fhe p~ior'::'ar£':and diawfrig':-'lip -bhe tpa.tien.t; map befdre

ie'search ahd"devel6priient

b) searching' trends 'of 'technology of own and 'other companies

c) forecasting the change 6f go6ds

(2)Prbmot'ion'; of research" andvdeve fopmerrc

a) 'suppbrtiIl(::( the - establishment ,:-of>targets of'-researchiand;

development

b) evalu~ti~g proG~ss and fruits of research and development

from the patent side

c) surveying patent problems on deciding commercialization of

goods and reflecting the r~9plt of survey to the commercial

ization plan

In electrical group, larger companies are more active in

all of the seven-func,tidns'-,than smaller companies.

In encouraging invention

electrical group is most

machinery group.

Fig. 15 (a) ,(b)

conditions of seven

with capitals below and

In machinery and

and development is more



( D )

( D )

( E )

( B )

( B )

( F )
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( G )

(b)

--- ccrrpanies with capital
~lCM~?O,Illil~i?1?',¥~

---- ccmpames with capital
al:ove500million yen
(machinel:y group) .

-- c:xrpanies with' capital
beloW 500 million Yeti

--- -a:mtpa!1ies ~thqaP~tal
above 500 million yen
(electrical group)

(c)

--- c:xrpani~l'l.itp:?ClP~~-
belcm 500' Irii.llibn yen' .

---- corrpanies with capital
al:ove 500 million yen
(chemical group)

Fig. 15

Corrpar~son,.of, Activecpnditions
between Ccmpani.es Classified
by capital.



IV. Afterword
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evaLuatn.on system and utilization

oepan Pater,tAs:sclCJ\a't1on and who editted the book

Reoor-t; No. 77 and Report No. 5.4 in the managementprepared

committee

entitled

efforts.

as Report-No.7 7 .

a future PIPA Meeting.

Please keep . this

patent managem¢nt to 4?2 member-companies of Japan Patent Associ-

given in ReportNo~77 by the-~anagement committee of Japan Patent

I'd like to exptessmy gratitude to the members who

Chapters I and II of this paper are based on the data

This paper reports actual condi tions-::hf-'9l:'g_ari~-2;_g,t.,ibI"l·,.',,~~_~'.,'

function of/patent division in J~pa_nese companies based on tH'e'

data currently oh~_a:i:~~bie-'-'~.itJ;16.utanalyses and comments.

This paper does not re£er to patent functions as a whole

now.

and Innovations.

Association. The management. commi.t-t.ee vmade inquiries in 1977 about

'Chapter II,I,6f., this paper is based on, ..the, data given in

the book enti'tled "paeerrt; management evaluatt:8,Hr'~!5y§'t.en{:iiri<:('\it1.1I

zation thereof" pubLi shed in 1975 .by Japan Institute of Inventions

atian, an4 summed qp.and analized the answers of 397 companies.

The management 9q~;ttee reported the results of inquiries in 1978

nor the tap. ,policy 'of a companyvsLnce such data are not obtainable

I hope this kind 'of presentation onpaterit management
based on new data,' will follow with this papc·t\-ab--a-,f1_'~~'t;,ri#bpir.
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committee of Japanthe manaqemen t;

, ',-- ,

Institti'te' 'of Inverttiotls "and' riniibvatIons"~".""197 8

eppl.Lcataons by foreigners

Pa t.ent; Asaoc.i.a t Lon , ·1978'

L. Re'port, Nb~.77:reported" by f.he'mariag'emeiiEcommi E'Ee(:i~"6:r~'jap-ari-

4. l\l1nllal RE!ports joy Japanese Patent .Of f dce , 1974 andl98G

Table 1; Nurnber,ofApplications in Japan

V. References

,

....., 1972 •

.,<, ,
.. '

,
1971 1973 1974 1975 1976 1977 1978 1979' 1980

. ' . , «<'" .c
. ,

patent; 105785 '130400 144814 149319 159821 '163,016 161006 166992 174569 .191020
epp.ldcatdons (27360) (29072) (29593) (2n10) (24703) (25254) (25915) (24575) (:6946) (25290)

".

utility t22843 148610 147914 157591 180660 178842 179702 183731 185455 191785
nocle1 .

11942) (1975) (1978) (1910) (1668) (1456) (1495) (1453) (1133) (1397)
uppHc,u.tio11.G



84

97

473

152

179

121

133
.. -

57 .

44

989 561

427

7.5 253

5.5 417 105

7.6 231

4 13.4 326

8 16.4 447

5 18.5
-:

6 11.3

46 11.4 361

7

2

5

7

4 2 13 20.1 1615 535

6 1 1 14.1 591 494

59 9 24 14.8 828 484

10 1 7 40" 3187 2731

4 I 1 -6-.5 I - I 25 -

1973

38

.

••
17

48 4 13 19.7 867 783

64 6 21 23.3 212 110

246 22 91 15.4 717 479

14

---: disp6si tion
of patent
staff-~::-

3

6

2

7

9 .

3

6

20

24

33

6
.

12

44 . 119

97

2 16

6 13 3

2

1

1

.

2

- -

13

1

1

1 3

1 4

1 6

6

2

3

5 1

1- - 1

3

2

--

2

6

9

1

20

6

4

1

13

5 2

1 1

1 4

5 2

6

6

24 19

3 9

3 2 4

7

7 4 4 7

6 2· 2. 3

9 7
-

5 2

8 7

7

4 2 1 1

position of patent division

46

2

9 21 24 24 5

4

3

5 7 19 1

6 10 2 7

1 1 2

2

2

2

2

-326-

27 77 lro 60 34 8 19

12

1 -

4

total

total

total

total

-trading-~-

light electric

electric wire

heavy electric

general
chemistry

organic
chemistry
rUbber, piastic~

p'i\,int, ink

oil, _~tr~ .:,"."
chemistry, etc~

transportation ;
paver machine

~ ~m::.::ch:':'n-':e=ry=::'..=-, ..::---:+..'::--:+-"'::-':~-jF~i-=-+--+-+-"':"--,J-:~+~+-::.-r-=:~~-!::-=-~::::.-
til tool

~ iron and steel
~ metal
." 1-=-=-=-=------1---+---1--+-+--1----1---+----+--+-+=--1-----+---+-=-=:.-
~ construction

~

eI _fi.;b.:..,-~.,r~_::_'_.'---~~~j___I------+-_+-__I~+~+---__I~----+-_j-_+.:...+~-+-.:....f_,==-'" ..~.s::: pharma.cy

•~- \-:;-:-:-;·-====f--t--=4=+=+-_j--=4-=-j---:ce--l~_l_..:..+_:---p:::.:...+:.:.+.::..:..-
food
cosmetic

[
I------l--l--+--l--+-I---l-----jf---l--l--+-.j-----j--l-';I

".~ I-------+---l--l-+-+-j_-f--f-~-j__j--=+-=-f---=+:::=+~~... ,.
"•., .

•

- - -

fndusti'y

Table 2. Organization of Patent Division



Table 3. Average~uriJber'of1i.pplica:tions per CompanytLn Japan -in i976
, ,

nuriJberof number" of ,foreign total number of

national applications appli ca tions foreign applications

(befOre multiplied bY) (after multiplied bY)
number of countries

, , •
number ?f-countrues

• " : utility' "
' ':. "",utHi,ty,[', uti:lity'-

•
. I patent; patent

model
- -

modBl ....'. model:
OJ .. ... . .

."

tr~sportEl.tion

77.3 ..Po pover;mal;lhi):le 219 342 !_ 27·8 · 0.2
·

0.7

" ,
•B machinery

tID tool .. ...... 167m 342 , 17.2 2.2 53;1 2.4
i:' ir,on and steel 210 . ·
~ metal 325 1:4.5 0.9 66.7 .' ,,2.9,".c
u

construction ... 6.1 .• 61 44 2.6 0.0 .. 0•
..<•~ average 203.7 280.3 19.3 L1 60.6 L6
~ ...... ..... I . I·....... . .....

0.
heavy: electric 146.5 1267 1,·68.9 ' 1.1 148.0 L2

" light,' electric:
I· ·0

" 346 437, 16.4 1.6 67.4.... 2~2"'.. · .•o electric wire 281 . 213 6.3 0.0, 20.9 __ , 0~0~

"~
·c .'..

, 2~.7 .1.9 ......... c,~verage 542.0 568~3 1.4 ...... 77.6 ...... . . . ".
.

. '.' .
gerieraJ. 67 18 . 5.3 . 0.1 .21.8 0.3

· chemistry " . ... .

organic ·

· chemistry 138.1 14", 18.4 0.0 .•... 103.2', ,,0.0

rUbber, plastics,
0.3 .:, 31.9 I ,LOpaint"ink , 111

I
68 .

8.9 '"
0.

·g oil, ;petro- .
' ... '. .. I~ chemistry, eee ; . 71 26 6.9 0.2 .,. ' . 26.8,,, 0.2..

fiber
.

• 0.1 '.

. ,.• 78 5S .10.9 46.8
.' '. 0,1c

."','"+

~ .. ' .....
'8 pharma.cy

... 53 4 .. 9.6 '. 0.2 . :.. 70.4 I" 0.2I' .. .

food
35 9 7.3 .0.1 ... 31.1 ..' I··· r . •· 0.2cosmetic

'"
.

average
92.4 28.> 9.5 ".

0~2 47.1 0.3. '. ... '.' . '.' ..... ... .... ........
. .... .

tra,di,ng 25 .." o. .. ,0.5 :" 0.0 .... O~5', ' O~O"

.

average 239.0 239 ~'5 16.1 .. 0;7 58.6 L1
. ... ' . . . ... ... ....•. . .. . ...

-327-



.'

8

38' ,:;

18

-,

68 ,

9

34

5

o .

'0

9 I 99

' ..

5

11

17,.,,_, 93

-

1

5 24
-:-

3 ' ' 28

o '.' _,
-,-e- ,

3 21 '

6 25'

2, 21

--

o 32

30:

30

31

12'

7

66

I·
I 47

I'

86

1- 18

4

o

1

10

10

12 I 143 19 174

, 0 I 1 0 1 ,

26 _1·,296 45 - 367

. ,

! 0

8

32. 1 24

24 2 21

,

17 .22 1

25
,

15 '4
,

22 2 17

f.or,eign', applications

32

1

42 I 3

75

10 0

18

38 0

18 1

101

183

108

2

13

15

1
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,

1 I 0 1

1 6

I
5 10

60 I, 37

.

18 I 38

141" 162

I

,

22

9

21

8

3

o

8

19

11

1

2

23 24 54
n

12 10 10

,

11 6 1 9

7 11 14

3 10 11

I I
8 4 10

12 1 8 5

3 7 12

I 1 '

5:~: 56 71

I '
1

o ,
I·

,

90

general
cherid.stry .

national ~applicCl.tions

food
cosmetic

organic'
chemistry: :

ruboer,- plast1c~

paint, ink ' "

pharmacy

Table 4. NU¢er ,ot:.)~pp,lil?at~()ns,Handl.edby,:Patent,c~1::torneysj~)utside",the Company

-'I
total.

industry

transportation

'"
pO\ler machine,

B machinery ..-.. tool
i:' fa-on-end- steel•e metal. ..
~

.c .. , ....
"• construc'U,?n ,e
~

':,,;
• total..,
• .'.: ,e

-= ',.,

e, heavy electric.
•0- light el~ct.:r;ic...
.-< , ........•" electric ,'W'i~e;
~

k
"~-

".' total..-<•
"'" ".

---:- ,
,',:::t:t:'ading



Table 5. Percentage of Patent Right Aban.?OnmE!-nt

National Foreign

over

20\
" industry

transporta.tion
I IPI power machine 19 4 3 3 12 '6 3, 0

"8 machinery
I 15 9 4 6 I 4eo tool 20 1 ,4

-. ~ iron and steel
II: metal 10 2 3 0 I 5 3 4 1_n

-"
~ construction I 5 0 1 0 I 2 0 1'" 0e

~ .. .,'
.-<• total I~ 49 15 11 9 I 39 13 9 5•e

~ heavy electric 5 4 6 2 6 ' '1 2
0

light electric 25 21 8 12 11" 5 6
"".-<

~ 1 electric wire I 4 '2 0 1 I 2 2 ·1" 0

".--.;.>
0

I I~ total 34 27 14 15 32 '19 ,7 8· '

general 1014 7 1 4 I 9 4 2 7
chemistry
organic

I 11 5 3 3 I 10chemistry
rubber, plastic~

paint ,ink" : -I 17: 6 3 3 I 15
0.

" oil, petro-
B chemistry~etc. I 14 8 0 0 I 13
'".-< fiber• I 5 4 7 5 I 50_n

~ pharmacy Ie 8 4 7 5 I 10

food
cosmetic 12 2 1 0 7 1 ' ,1, 1

total
81 36 22 20 ,2969 9

trading I 1 0 0 0 0 0 ,0 0

total
'165 78 47 44 I 140 61 25 '42
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Table 6. Tool of Annuity Administration

•mixed -c
card .-

~ •;:; :;; "" •
-e • " • 0'" .'" . ~

.1i'" " ~ iii ~ a "• 0 0 ~

"
0 0.5 o " 0 .-

c " " " •a o • " ~ • • • • • ~" ".0 § s c N

· m ~~ • " " "~ " .- 0
tn .

.0 o " • " • • 0- • " 0

'" •• ·~ ~
0 '" '" '" '" ~ 4lC~ ~ . " -o '" -o -o

industry m •• • c 8 ~ • • • 0
-~z..< .oo ·.- 0 ~ ~ ~ ~

transportation
23 5 , 2 4

, ., .

'"
paver' machine 0 0 0 1 1 1 1

s
" machinery

28 3 6 1.. tool - 1 1 1 0 0 1 0
·

t:- iron and steel
0

" metal 15 0' 3 0 -, 0 0 0 0 0 0 0 ...
~

"0 construction 1
·

• 9 o. 0 0 0 0 0 0 0 0
e
..;- ..
• 8·., total 75 12 1 5 1 0 i. 2 1 2

~

hea.vy electric 9 2 0 0 4 1 1 0 0 .' ·0
...

§'
e light electric 38 ·5 7 3 10 0 2 3 1 2 1.. ·
~• electric wire

,
0 5 2 0 0 1 0 0 0 0 0 0
~

".,0 ...
total · 52·,·· 9 7 3 15 1 3 3 1 3 1..<.

•
·

general 23 3 2 0 1 1 0 1 0 0,1,
.. chemistry

!Jrgani c ,. 16 • 2 5 0 0 0 0 0 1 10· . chemistry ,. ,

rubber, plastics. . , ..

paint, iDk 19 3 3 1 3 0 0 1 1 o .. 1. .".

"e oil, petro-
0 16: , o .. , . •
" chemistry, etic , 1 5 0 0 1 0 0 0

'" .
~ fiber .. ,., .• 11 '.. 1 4 0 2 0 0 1 :0 0 0
0.-s pharmacy 17. 1 3 0 1 1 1 0 2 0 0 ..,.

ti · ..

food
·

12 1
...

cosmetic 0 2 1 1 1 0 0 0 2

total · 114,. ' 11 24 2 8 4 1 4. 4 1 5

•

·· ..·w 'trading~'- r· ·-"'0" 0'---' 0 -"-:"O'~ 0·· - 0" '''1''-

· total 4 ,'7 5 .8
·

242 28 36 ... 6 28 6 9
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."

· Table 7. Evaluation, Standard and Quantitatively Classified Application System

'.

., evaliiaticins'tandaIcfof ' quantitatively classified

· invention or patent application syscem ..... ' ....
....... .' .

•• "--':-~'~6vi"aelf:-":"'- 1-·'" ; .. I·T I
n~? non

·
industry

·
. .. .... . . ... ... .

transportation
•

.
. .> 28poser- machine .'. 26 11 .' 4g- ."

0 machinery .. ..
" .' '. 8 .. I:il .... tool: 28 12 I··· .
i:' ironand:steel ,

.9'~ met~,_
14 . 3 ..... 8 .'

~

.C . . .......•. ' .

~ construction 4 5 . •.. 0 .. 9 .'.
..;

••• total · 72 31 20 77"• ... ..... ..... .... ...• · ............, . ..e
•

· heavj electric " .. 15 3 .. '

4 .' 13 '.g
' ... .. , .'

" light electric 45 I 27. .' . 9 . '. 58 ........
· . ....

•••••••••• electric wire ; . ....0 3 . 4 2 .... 6 .. " •.'~

" .'. . ·" .0 I· i,~.

L ••...••t.~t,,:t I '.. 63 34 15 . ......e, ....... . "

general
14 16 .... '.' .2 ...... ...'28 ·chem.stry ,.,

organic ,: .""
7 .'. · 19 . '. . 4 '.'

.•. <,-,.' .
chemistry

".

rubber.9 plastic~
19 .' 10. ... 5 •..... ...25 .'paint~'iIlk ... .

'" ... . (; '. .'.6 oil, ~tro-

~ chemist~, eee, 8 13 ...... ......, . ...16.

'3 fiber, ·
. . . '" -.

15 .. .5 . .. 3 .. ' .... .•.. 16 ......
'rl .........e
~ phBrJDB"t!Y 9 . 17. .... 5 . . 18 .....•0:1__·"

food ••
· .. ·

••••••••cosmetic 11 · .11
• 3· .. 16

. . ..
total

•.•.•. ..28. •..•...83 .•. 91 ...•••• 136 ....•..••••••••• ,.

• · .····'i······························trading . . .... O.
.:

2 .................. . .. 0 .
·

••
...

•total
218 158 ......... 63 ... .... . 291 ..........• ... . . ....... . .

-~~ •... "" ~.
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Table,., 8,~.-;: 'l:':i.me ,:of -Ccmpens.atia.on

, , , ' ,"'" , , "'" ", I' ,
When filed When published When no When publicly

or laid- or, reg~~~er.Eld , ' El.~@linati~n,

knownopen
'c 1;_:,,~:~,~~,sF j

1 determined
" ,

•

being
"yes

,'.--.:,--;
"" no. can-no yes no yes yes no

sideredindustry

•

I'
transportation

35 o " " 34 4 1 28 , ',0 1>2~, : ,6B
pOlfer machine "

machinery' ',,-
35

,

32 1 2 9 ' .." 7, 9 2 33 1 4.. tool --,
17 iron', end'''steel''

16
' .' "

"

0 1>:1.7 '>• me~al 2 17 ,:I- 2 16 ,.' 1e
~

.c
" ; " ,', I", '", "

~ constructJ.on 4 5 6 3 0 8 0 " 8 '0e
..; " " ,""" ,N

1
'"

• total 85 ' '78 11
~ 90 14 89, c 17 5 1• , '"e.....

18
" ...

18'heavy electric 0 16 2 0 3, 13 1
go , '" ,," "" , 'N "" , , . ','

" light electric 66 8 61 11 2 63 5 61 0..
'iI I ' • - ""'" " " " ,,' , , '" "

" electric vire 7 1 5 3 0 8 O· N 8' ,'" • 0~

" , " I, , 1 '..,
, ,'" "

91 "".' tO,tal 9 82 16 2 89 8 '..~}< l'",'
.:• ...'. ." .. "," , . ......

. """"', ... "', .',' .,"". ,,'"
general 21 9 22, 8 0 23 0 .23 ", 0cheJllistry ,

" ,'" , ,
" ",-. I·',organie

15 10 16, 9 1 19 0 :1.9 1chemistry -

rub:ber;;"plasticSi . , ,

I'i" 21> I,"paiIl:;" ink 23 7 • 22. 5 • 1 .22 .00. kn ",".," oi1-;::·petro- 7 "'" " 18
, , , "'"

P.
0 15 5, 1 18 I>, '0_" Cbemt.s t %')" , etc.
'""' H"" '" ",'

18
,,',' , ' '" "

, , ' " ' ,

o• 'nber
4, ' 19 3 0 ,18 0 18o

~

I· .0

e
,

, I, ,
'~ phBriilaCi 9 13. 13 11 ' 0 19 0 ISii

food" i:3 " '8 "
9

" , '" '"

J"
11 0 17 0 16,cosmetic

-"-
. . ...

"'""", "" .- ' ,- "'" ."" ",

•total
114 58 : 121 50 3 136 1 134 2

',' ,
• > ,

',., .•. ,. ,.. - ' ... '. """"'" ,...•..••.'':,.,.j."- "'",,, .. ',"'," , , ..
I,"",', I"", -"tnding " """ """ I "" ,,"",""" ","

, '·total. •• "',"" . ",' ',' ••c

295 81 292 83 10 32.0 10 294 14.
" -- ,'N " - ""
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Table 9. Administration and Watching of .Patienti. IriformatiOn

! . .... , ....•...........

.. admiriigtr~tion.Of paten~ i~form'ation' watching
· .... . .., '.'

;' central' a'dmin. by I· ... • . "
: :0' .'

. . ... .
_;la~n'f~,~"", ,;,--ffl,c:,t()~i,~~,.;~:

I '. ~_.;,
,others~" __ ,, employed non-

••• ••••
tiahiCm:' : 'l~s., dd vs .

•••• .: ...• ..•·c' ., .." ..'. .... ' . ' .. ."

, .... transportation
'22

. .. ...., ... )(/
/ :4povez- ,machine I 2 . .• 14 '. 0 ... ..'" , .'. '.

" . I , .•...........
17 .'.

0 :machine:ry .-_Ok'

19 .' 1 41 , '1.. tool 5 ••
t' iron 'and, steel ' . I, ......,

.10 I 6 '17 '. '0• metal' :" 8 . 0" .... '.~..., '.' ...'. I ... '.
0

9 ' , 'i• construc,tion 6. · ,. 1 . 3 ..,. '.',' 0e

'i . . , I .

•., total 55 8 i : 44 1 101 .....
~'.' ~ ., .

'. '.
'7" •...•.•. . .•... .'

heavy electric' 7 3 . 8 0 16 , , 2
",.

" -.
0

light electric 54 22 .,. · " 0 '. 75' .' >'··1
~

' . 1ec... .' ...... ,
" 0.,•

7 '. ,1, ., " 0 .. 8 60 electric wire
· .'~

~

'.., .
u
~I total' , 68

•

,4 31 , ,.0. 99. ,2•
"

general 19 1 11 .• I .0 ."
• ,.,0chemistry , ... 31 ..

organic'
• .: 0 24

' .
." 2chemistry:, ..' 7

·
". 4 15

fibber ~ ,,' plasticS, .
<3i.: ":

,.. '

paint. "iIlk 15 , 5 11 ! 0 .••• '1.'
--g. 'oil.:'petro;;;.

: 0
.."',,

.. ; .....~ chemistry. etc~ 10" ., 3 il .. ,24.,;; 0"'... tibe-~" ," '" .: . .,.' ,"• .7 5 10 o .'. 21 1c . ',. , - '.
"0

~ ~harmacy -.
1

0 - '019 ..•, . '. S. , S 27 '.
. .

food
14,' 3 .', 5 . I' 0 21, 'c ',!CDsmeti,t;l; ,

I, .".' 1
- .. . ,.

10 179'-'"
·total.

", '. ..... , ...•. I 91 .: 20 .' 68 5
•

,..
. .'

•

. ,
• ·

trading ••••• . .'... ............ . ., .
.,

'-'total
214 38 • 143 .. • 1 379 13

. . . ,
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Table 10. Delivery ~ervice ofPatent·lrif"ormatiori

.. .. ..

-: ~• •~ '" .- ~ '" .-" • " " • "0 .II • • oS .II • 21• ~ ,; • ,;21 c
~ • 21 c • •,- e .- .- 0 e .-.. ~ 0
0 ii .. -o

i " ci o 0 e '"~ " • "~ .- 0; ,,; " 0 .- 0; • ,,;0 .c • • .c •'" Ii' ~ • ~ ~ '" Ii' ~ • • •-o • ~ e • • 0 "~ • " ..-!'-/ .-
S

~ • " .- ~ 0 .-• ~ 8' o. 0 e • " 8' " . 0 e s.- • ~·ri " • .- • " .- " •0 " .- ." 0; • " c " .- ·"
0; • ".- • ~ !i21 • ~, • .- • ~ !i 21 • e-, •~ 0; "' ~ :S ~ 0; .c
~'i

~ .c~ • .- 00 0 c ~ • .- 8.m- 0 c ~industry 0 • "' o. c 0 0 0 • "' c o. 0

trarisportation
11 27 2 3 6 0 0 3 7 13 4 ',8 9 1 0 3c, pover' machine

s machinery .
0

10" 16 33 4 6 8 2 16 20 3 16 . 9 4 0 0'" tool
e- iron and steel

8 1 6 7 0 10 10 1 1• 5 9 1 1 0 1 3c metal
~.c

" . ;
~ construction 2 5 0 1 3 0 0 0 1 4 1 3 2 0 0 0e.

·~

;'•" total 2. 74 7 11 25 2 1 • 30 44 8 40 30 5 1 4.
~ ;

~l:1.~,ayY ~;1.ectric 11 8 2 1 2 0 1 1 6 73 ;7 4 10 0 1"p,
;s

32" light electric 30 53 8 10 6 0 6 4 13 39 10 7 1 5 5'"~
.'•" electric 'Wire 0 8 0 2 2 0 0 1 0 3 0 5 1 0 0 1.-" ·..,

' ." .. ;

5

.;.... total 41 69 10 13 10. 0 7 6 19 49 13 44 12 1. 7•
'. general 4 18 3 3 13 0 2 0 2 14 1 13 14 0 2 1cllem1stry

organic .; ;;'

.' chel:liistry 9 8 2 2 10 1 6 3 6 7 5 6 11 r- 6 2

rubp,er, plastics" ; ';

0;
paint, ink 10 31 4 2 9 0 2 3 9 18 6 12 6 0 4, 3

• oil, petro- .
1 6 5 8 0 1 10 2 16 5 3 6 0 2 1 ,.... chemistry, 'etc .

'" ..
~ fiber 2• 12 15 1 5 1 2 1 7 10 2 12 6 1 3 . 1c
~

iii phar!'&cy
;';

l'e 15 11 3 7 7 1 1 3 14 10 2 14 8 1 3

. food
4 12 3 0 8 l' 1 2 3 7 3 5 10 1 1 1cosmetic

;
·

;
total

56 111 21 19 58 4 16 13 42 72 2. 76 63 4 18 12
I · ;;,;; ;

•
, . .. . ; ;' ...

'trading IT ...... ; ... ...... ...... ;
.' .

.total
121 254 38 '3 93 6 24 23' 91 165 4'4 160 105 10 2' 23

· ... ..
. .
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:Legal~:r;oF,ec;tipn.of,q()ITlPutrl:-,Software in ~<:t:P~Il

PIF'A,JfPa.~~~,~,G:l"0UP
Committee 'No. 1 '

Napki,~Y0:tnO~()

Introduction:

.As. are,s1l1t,pf, the :J;fPi~ a~val1~,em~:l1tacp:ieYr:~.i:pl",~,~e.n~,xe~F,sboth

in the digital technology and in the I'C (integratiollciI'c::uit)~ef.l:1m:)lqgy,

cornputers have co~~ to, bedn.rnor-e. a nd rnor-e. extensive. ~!3e"p'articular1y

in Irrtegratfonwfth .comrrrurrlcatfon networks .

To, enalJl~, tIle extensive 'us e .pi c()~put,el's,:,~p.FJ:ea,sLn.gly,gr~a.ter

,apount •. (Jfh}l1]i1ctnj7t1~ '?,Fhe1"; 1" e s SI~r~~~"l:1ave. b~~tl.,:ppu:r~d,,i~~p;~l1.~

developrnent of computerjsoftwa r e, L.e,_ .., c,o:r:npute:r: ,pr?gr,a,lU:LSo

Unde r .' the pir~~r.nsta.nces ,': the,study of, the.Legal. ;PrO~Ewti():q?f,

computer. software is glven a s ~r~,~,t}rn~(Jr~:a.Il:c~ .. Cl:,~,;the;,~mprpY~meJ:lt of

comPllte r hardwa r e, .. SiIl,ce:' t?-~, state .ofaffafrs of. I rLega1.;J~:re.~~ctiop of

Comp.llt,erSoftwa.re,;~ll:Ja.:pa:n I
! w,a.,~, :orcedfecu S FJ e:~, ,in ." J:l:lx:r'7~01"t: r-ead '.' at

the 19?4:p1PAl(Y9,to q01W!~13S:fh~,re~na,~t;er.referr~d,tora s r'~yot,o,Reportl1),

here,,~~ a.,\sll~a,:rY:ofthe r ecent developments •.. i:tl tl¥~;a.r~a..ofLega.l

p r-ote etten.

1 0 Patent. Office ' s .Gufdeldnes for ~xaminat;ionand .Othe r I~~x,etopments:

(1) On December 2'6, i97~{,':' the 'P~tent:O~ffi.ce pUb:li'~h~d:E~amin~tion
... .....::.' '. "." .:":." ,:';','.'-' ::" >..., .'.: ..':'>:"'.' :::;:',': >: ,.... ' .• : ':.;...... ....., ':.". .:....:'.:.:
Standard (Part I)for showing criteria for the patentability of s oftwa r e-

-,,5-



patentability of inventions related to; (a) a program alone; (b)

'~'biJ9:iria:t~b~l9r'~':'?:i-b~ram and an apparatus (such as a computer or

numerii::kfC:bri'~'rbi')e:'~hipment);and (c) combination of a program

and a system (e. g . , an office automation system or a banking

system) other than such an apparatus. The patentability·-·'hf'

'~1n.Vei1tiohk'6the:ithah"::' th~":ab6!Je; (a)~ '(b) is' jud.g'ed under 'the 'General

'E:x:afrii'!i'ation 'Sta'tida'i-'d~

steps for commanding a -eh:tnpu.telf: td'kv'e"'thitdE?sired.'op'e'ra:tioIf

'p~'r.t:6rmedi'i~ d.e'Ehrt~d'as 'ta:2id.hf tAietitiliza:tiSn' 6f th~; la\~"oin~ture

P~dg :tarn ii-'s" 'ba:'gea:6ri' the 'i~'~Pb.f; n:a:tur~"~ A-ec:6:r ding! .;-i,'--'uncle'l'lhe:

;~kte\vh~rJ' the' former':rela:tia:nsw:i(i;s 'ba's'~~d"'d~ the'ioiw""ot',riahif'e,

if'th:a't' df·:'tliE{'lat1:~i) is' ba:'scid'dH:ariy"othe t law"8) 'rul~-'(su'th:':a~ the

one in playing cards) than the law of nature, the whole inveniion "

rejected on the ground of the above-mentioned "Iacktng the utilization

d:fthJ'''lci'~'6{:hdhire1i' ruie'~' ': Thu.:~,'the::-Sta:ri.d-~::td)gi~es'a "cl~k:~ 'bcisis

,program7.r,elated invention, supplementing the gutdelfrie s discussed\ c ' -, "

on pages 4 and 5 of the Kyoto Report.
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should be drafted.

It: i'~; qUit~:J.ric;~~t~i'ri·,:-;h8wev~i<" when

The. committee, consisting oLExamillE!:Fs._, , " "."" ;""," , .. ".;, ',:.', ;,"',''',,'','''.' C,',," ,c.', c.' .

rece~t :B~ar;(t~F'Appe~i~ ;d~'~i~{o:n ~ilf now'b'~

Also, it touched on the judgement of the Patent Office

structural elements

of 1958).

The Kyoto Report discussed the Tokyo,.ffi~p.::c;.9u:1't~,e"ci,~ipr:i

whether it is possible to dr-aw,a definite line of patentability fO,r
'.,';..,,, .""'," , ,.',', '.""" ': ',c· ''', ;"'.' ':, , ,.,-, .,.,.:,:.:.:.:. :.;'::.; ":'.,' : : '.' '.'.. ;,";"'.> :'.:.' .",'.,,, '. ,

from y~ 1'io~s;P,?pGl:rtrl1:~Ilts etthePatent ;q.ffiS.~'"is Cl~me~, ~t,,;;s~,q.ying

th,e"p~~~p.tabilitX?~;,ipventi,?!1~.;emp~()Xfp.~,;~i~,;9,co~:P:u~~,l'El.ee ,.~llei;:t;

-'337-

handed down on an application on a ciphering method (Gyo (na) No. 5

The invention relates to a computer-operating method based

No. 5401/1966).

v;o~~'i~r'programsof 'a comp~t~~' (japanese":p'ate~t'P~biicati:~~

c: ::',,: ' •• :' ',;.' ,:::" -,';;
and another invention relating a system for protecting special

on a:d. i~~~;;tion r~l~'tihg 'to an apparatus'fo:r'-binaryco'd'~'cl'd~cimal

to pure binary conver ston (Jap~~ese .'P~tenf PUbiicationN~'~ 'zi'9'06'/l967)

.s~~h.inY,~nt~~;qs,a,1?:,d~: if Elo:'~n9YV::!3P;eHH~fa;tiqp~,~()rc,,~vp}?::i:t;l?e,;9tjiqJ;l~j

it will bepublfehed,

p rog ram- related inventions.

briefly introduced (Appe~ITrialNo. '4535/1969 decided JulyI6:1980).

(1) OUtline of the Irrverrti.ont

(2)\ "hi\.· '::T'h~:: p·~i~n.~·· Office pi~n~';t2'p\i)b].'ih~'E~~h-i{n~ti~:~)st~'rid~;'d

cp:~ it; m f~;'~:"gi'~rig: )gciici~iiA~s f8r;d~~f~fhg i 'spie'6lH~~figri.s·' for

2. B<;l.'Trdof:A:pp;eal.s DeRi~.~.I?i1?:si aIl~,.CeurtI)~c:;~~~?~~,:



not may

on,;a. J:l0v,~,l..classifica~io,:p of :rrl~.Il.1.0ry_a ddre sae s sS!. ,tpa~ theaddr-e s s es

or the information on the addre s ses stor~clin t~,ec,~~,mo:r;y:r:P.ay be

"Cl.F.ran~eCl ,~,cc?J;~in.g ,~o,~~~i~val~es,~

(Z) Outline of File History to the Board of Appeal's"Det:ikih~:'

ihis':'appnc~'ti2n:fne'(i'D~'~eirib~r'iO. '1967' ~a~fihaliy reji~cted

drithe ;'gr()tirid"thaf l1the'ii-lv~riHori!'I"iii'ck~ 'ij:th~ 1J.:tiIi~~tiori:or'th~' i'a"w

of"natUre', Tl1e:';appiib~'ritfile'd' an '~;ppea'r' irom "this'rejecti'6n

contending that' the 'inv~hfion:\:()ritriV:ed"a"novel opE;ritio'n'm~t'hod

usihg' a:c6'r~:h1.~thbiyWithotit ,: ~::xp~ndirig' 'th~'~;eirib ioy::regfou, ',',a.i\d

t1ia.t'th~ ,,' Db)e:cti"e:" of the' iiiv~Ati.()ndr~t'ihctlyiAni2;is" th~ ''1~w -' of:ha:tiire .

Consequently, the application was published April::r4."'i'97:fu-nde'r

the Patent Publication No. 11650/ 1973. Opposition was then filed

and the Board of App~'ais-'f6uhd'it ;~ii fbuhcled. As'a ':result;'the

Appeal :Via: edremre s~d.

(3) Reasons for the Decision:

The present inventton is based on a plurality of control processes

w,~os~ perfor-mance is controlled by a program.

Whether the law of nature is utilized in an invention

be judged from two diffe rent viewpoints. One is the law on which 0-

the functions of a, computer .a r e baseda12-,d the. otheri!3.the l~w on

which thos e func tl'ons are,f3equentially ~nterre~~ted(~~i~.}c:w ~ay?e

substantially identical to the causal relationship (ii) defined in the
.....•..... - •....

Examination Standard (Part I)).

-338-
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Incddentafly.: tbe.p rin.c.ipal ;q1?J~SJ 9f,thE:!,,:pJ:,esel1~, il1:;v:~ntion lie s

in\~lle!~las f3i£i.c~ti9_n.':Qf·;IP,~nr9,t:y:a;ddre s ses.. ;+903.ttafn.chi s .. 9-qJ~ ct ,

the .iriventi.oraeefies -on, a: rnatherna.ticaf.prfncfpl e ,::.,Y{~S~; .;9-;~,{ip~ ,5 the

s aquentta.l-Inte r r ela.tlon .of the: _alJ-9ye,"'::.rg~n.tiqne.(i:. fu~c:~ion~,;,:

mathemattcal. p rdnciple-ds ;s;ll.ch,t~.t t9-}::l: :r_Cl:~':9J c::l.:Se J:,t,~,i:n,; numee-al.

Inprogr essfon-Lined updn.uhe o nder. of~YClJll.~s_iEl 4,~t_~l"lf!inecl:lJ:Y::the

cotatoumbe r. of 'other nume ral e srna.Il.e r-fhan- s at d ~,~J:~J!1 nurne.re.l .

: .-, ::The Inventdon- is, .the r.:efore, deerne d. t(J,:pe:"a;-:rner e:- .methe:trla;t~<::fll,~

manipulation of numerals and, a ccor-dirigly; ~Cl-c:;,ks,Jh~_~,uJ~~'~~_fl:-t_~,qn

of the law of nature.

This is the first Appeal Board decision handling the is sue of

computer programs. It is also significant in that it has analysed

in a clear- cut manner whether the law of nature has been utilized.

The decision is expected to help the Patent Office Examiners of

various teclmological fields to set a uniform standard for judgement

of whether there is the utilization of the law of nature.

3. Possibility of Non-patent Protection of Software:

(1) The MITI registration system provided in May 1972 referred to

in the Kyoto Report has not been put into effect yet.

(2) Similarly, the June 1973 report of the Culture Agency's Copyright

Council has not led to a follow-up move for legislation yet'.

~339-



(3)On.:th"e"other"':h,ind,!the SpecfaI :Co:mm.itt'e'e,: fo r tlrrveettge'tion and

"Re'seaz-ch 611. Legal P r-ote cti6u,"6fS'Oftwa r'e' Indust'r-y i' s et-' up' by rthe

Assb'ciaf'ion ~.f6rprbmbtion::.cji-~So£twa,rEfIndus fr'y,} -stanteddn' September

1980 the'::n''d6hfra'ct::>s'taiida'r'dizaticni li work, for-fair .comrner-cdal

transactions' 'OFs oftwarebefwe'e'tl\'s'bft,wai-ei,:'supplie:r s 'arid -us e r s .

:-,', .As'~a,,:'restirf, ','the Com.mitte!e pubf.ished -arrmterfrn. r'epO'rtin, March

1-981,' 'outlining the"pre:f;fenf status of 'acftwa r'e-p.r-otiec.tfori in 'Japan

unde r tIle' Petent Lew; the Copy l'ightLaw',the;Trade,' Secret .aud

Conti'a.'cts';' ThecoIluhitt'ee:plan::rto complete.workdngrona model

"eoneract-byeheend of 1982 ;

--'340-
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SC"\4 v , XEROX fORPORATlON

The Right of a Patent H~ider
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distinction between monetary

rs'e tter of law against SCM

-;344-

The jury concluded that because SCM had been

The usefulness of the private treble damagelaws.

After the longest (e,d.E:ra) Jury t r t a j . Ln .h i s to r y , a Hartford,

r'Whatever the appropriateness of the distinction
between damages and equitable relief in other
contexts, it is viewed in the contest of this
case as a matter of statutory construction,
harmonizi the protective purposes of the patent

the Ciayton Act.

Trebled, the damages amounted to $111.3 million.

violated Sections 1 and 2 ... o.f.c.t.he. Shermo n )\ct end Section 7 of

damages and equitable relief stating:

Patent rights prevailed over the antitrust laws in the

holder to refuse to license his patents was upheld.

in loss of net going concern value as of the end of 1976.

Second Circuit Court, .of ARP,eaJs,:sas,e of ,SCM v , Xerox, 645f.2d

Connecticut ,Ju,ry__ found.: in 1978 t ha t Xero.x,.:CDrpg:ra.~,~on, t hr o uqh

its acquisition of the basic xerographic patents between 1946

Despite the jury verdict, District Court Judge Jon O. Newman

barred from becoming a -p-Q:tp,.n:tia,l .compet ito r through the

refusal to license", it had su/fered ~iamfi.9.e::, .o f $11.5 million

in cumulative lost prb({f:~3" ?fib'm ;f969;:'t(f:'l~i76 and $25.6 million

1195,209 USPQ 889 (CA2, 1981) wherein the right of a patent

and in favor of Xerox.

,and 1956 and through its iefuBal to license SCM in 1969, had



It ,.,e ~p ~,a);n ed :,

In Ma~ch" 1,981", a thr.,ee-)udg.e panel, of the:

Court of, ,Appeals .in Ne~, York City affirmed the denial of

act i on:,:f Dr, ,e f f.e:c t.i. v.e. .en f'o r;c,e men t. of, ,the;an,ti tr-u st
laws ••• wiil n~t be' i~paired by r~60gniz;ng that in
some circumstances the patent "lsw;s:, c an be st be.
accommodated to the antitrust 'law~ by permitting
only prospective equitable remedies. 11

system "with t h e purpose of t he ar~tit,r~,s,t, laws,.

"Wh,ere;apat-:e,nti,n ~,he fiysti:n,stance ha,~:, ~,e.e,n
law(u11Y'8c:quire"d, 's" p et ent. holde-'r' 'ordi'nar'ity
ShD u.1?, ,peallp w;ed,to, e"xe;r ci,se: ,,:h,i.El: ,pat ep:t- ',s .e xcLu
s;i'"OnErr:y pm·i'er: e"veri 'B'fter' a:chieving::com'mer"c~iat

sU,cpess;, \0 ,a,\~o,w,.the,imp,Dsi.tAon, ,,0/ t:t'.,ebJ~(t~_m~_ge,fl,:,~
ba'ae'd on' 'what' al'e-viewing c ourt 'might' Later' 'coris rd'e'r;
wi t h the bener~t. or:hi,n,dE>~9:ht:'",.:t:9: be ,:,~oo. m:L!ph
success wo'u I'd s'erlo'u:sly' th"reatt~h 'the ±'nteg'-r'ify':ibf
the patent system. Where, however, the acquisition
itself is unlawful, the SUbsequent exercise of the
o.rdj:.~aIi),Y ,,1 a,\~fuA ::~,~,.clu s:,io,na ~y ,p0¥f,~,r .- ,~.n,h.,e,l':e,n t '~"~'

\'h'e" ~a t e n-"t· we uJd'b'e' 'a c ontIri-ui n:~' wrd'n-g'~" 'a"!con'E{n"u f'r/g'
unl a wf u} "~' x.c Lus i.?~, of'p,~t,e, n ~.,~:a) .cClf~'p,e~,i:tp,t.:~,~."

damaCiC:S, followin~ in, La rqe part trye Df str ict CO,u;rt/s, r e a sonLnq

concernin9 the r:eed to h a r no n ze. t he incentives of the pa t en

Although the Supreme Court is still considering whether to hear

the case, and in fact, ha s asked the U. S. Solici tor Gen.e r a I. to

Patents have been getting "rro t-e.sp e c t ;" as a popular U.S.

Among reasons for this lack of respect

too long subjugated the patent laws to the antitrust laws.

entertainer would say.

proponents of a strong patent system who fee'l the court:s have.

submit comments, the Second Circuit decision is heartening to
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r e't.ur n .fo c the

that which

ttFranchise '! is perhaps a more

After

which was nonexistent in the prior art and distinguished over

do. Rather, a patent adds to the sum tolal of human knowledge

every combination of prior art available to one of ordinary

a patentee for his efforts in disclosing to the public something

Whatever the choice, the word should bring deserving praise to

accurate word, and I am sure there are better suggestions.

referred to as 'Imonopolies.lt

some public right, it is unfortunate that patent rights are

adds.

by disclosing a .. llBw, ):in'd ,un'ob"v),'o,u;s .i dea, arid

disclosure, orilY],i:m,~t,s t.;e:mp_.or~:2'~i-y 'rh,e';' use

A patent is, by law a right to exclude others from making,

using and s81:1'ing a ::'t\J'1{y;disc1ose:ci and car~'ful';ly c'laimed' Idea

that is new, :'u~e~f~'l arid uno bv i oue \'0 one of ordinary ski'll' in

Because t~;~,w-pr~d,"',;moJiop'oly:'l a:lmostsY"no.nymous, wLth "unLewt uL"

in the minds of sd'~::i:el'y':toda'y and .i mpI't e s t he taki"ng'away of

. .

claimed idea mayYbe fs~e practicediby ,the, p ub Lic:,-,:

skill in the art throughout the world.



Tha t' WOT,d, wcu I'd de.s c-r i b.e: Dhe s.t er :c'a:r:,l'sO'n;: .a jp a.ten.t vat.t o.r n e.y

with, an, .Ld ea <in, t.herLa he 19:3cOs f.o r:re,p r.nd'uo i.n qca ni.Im aqeib y

r ef Le c t ing",t hevrmaq.e- on.to: e c har q e dcpb o'trocorrduc t.rve. plate to

d f'ss i.pat.e: .t he cher-qe d n: ,t he' er ea:s're'ceJv'irig:l;i'cjht ,:' and-',deve,lopfng

t h'e' -t-e ma i ndnq cba r.qe.dia-r e-as w-lt h. ,'a"fi n'eI y' ,'p'o'w'd-,ere'di',chilo'rn-p.

mate rial tha-t tia tra n-.s',t::-e'r r:ed:,to"'a' .p.I a"in,'p'i'ec.8 ",0 f .pa pe Ii, '>8 nd f'u sed

thereto. By f i ling his patent a p pLdc.e t Lcn s j.ch.e a tarted "the

process of dedicating his ideas to the public and creating an

j ndu s t ry-wh r.c.h has,'c,onbTi'bute:d')greatly to:',the :U.S~"and ,the wo r l d.

in many "',ways;. 'Am'on'q the be ne f.i t s .over-Lo ok e-d .a r e the tax .r e v e nue s

on t h e.rpro-ftdta vand waqes it "qerie r et e s , Th:us,::enOlJg'h f e de r a I

taxes a c.e vp r odu c e.d: e'ac h y e.a c oby c.tft I's co ne "'p'atent':: based "indus try

alone to' .c ov e c vt he U.S. -Pet e ntvIl f f i e.e b ud qe t many times ov e r,

In a c'I'e s s rccc e.s e weLlt-k n ewn c.to :manyofthe:i--nde'pen'dent inventors

of the',O've-r;':"4;OOO,OOO .pa.t.e.n t sv'q r an t e d in the U.'S. 'since '1836,'

I nv e n tOT- 'Tar:l son ::"g'ot -no r ee pe c t .' II. .He' ::tdo k his invent r onit a

the bi,g"ciTf'i':'ce; "rnaoh r'ne comp an i.e e vb ut -rto n e were interested.

Fin'aT'ly, ainonpr otLt: research institute in" .Co l.umb u svrff h bo,

g a t t e-l.I:e t.jeni'()r'i,a'l'::Inst:jtute~" .a qt-e e d c t.ove c t- as' his agent for

de ve Lop t-rrq ':a'n'd-: i l :f e 6Yis i 'ng' the patented idea in r e t ur n for 60~c 'of

any r o yeI'ti.e's uee c e.tc-e o . Ba t t.e Ll e also had great d i f f i-c u l t y in'

pe reua'o anq o t.her svof "t.he va Lu e of the invention. Fin,Uly:,'

however',": a: amaH. c o mpan y in Rochester, New York,' which is n'O'w:

Xer'ox:,'CoT'p'o-r;atio'tf;"jtdo'k a nonexclusive license un de rvt h e patent's

'in"1946 f-o t 8'6 8~~ r-o ya l ty and an-aq r e e me n t to s pon eo r r-e se a rchta.t
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Batt e Lle.run Jthe Jamo'unt vof,'$25 ;:000 -p e-r- -ye.a r:·.' 'A"lat er: .a qr e emen t

gave Xecox -,:,e,xcI'usjve:Tighls w.i.t h :<3' right'toi;g:rant' s ub j-Lcen e e s ,

and, in' f.a'c t',; p.r.ov:'i:dedi :,t-hat Xe r.o.x: "use lid Lld q e n t: -e.f.fort s " .t 0,: -s.eek

sub Li.c e.ns.ee s., A .fdna Lvaq re emen t vdn. 1,956: .:gaveXeTox owne r-sh ip: .of

the basic --C:a:r.Jqon:,p,abents rinIe xch a nqe f.o,:r,:;stock,' as well, :as'::,fu1,1'

rights in a Hi.Tut ure ::Bat',telle .pe te nt.s .so ',lo'ng:Bs Xet-ojo vcont.inued

to pa y the ra.nnu a l- r.ea e e.r c b .'f:ee,;

Aft e ri.,.1960 , ;,xe:r a x pr ospo r.a d ,,:~a:nd"s t.e ad.f'a.st l.y -refue e d ,tal i o.on.oo

anyone ,,:U nde. n any 0 f:i t.s. :p.aJ'ents,.: This -at titud e.cappa r.e n tLy

co ne ern e d ubh e :'{TC .sand "in:- 1969. <,iit, fu.Le.d a c.omp.l.a int::,:C,h,a:rg:ing

mono pol is hi e ',p ract.Lee.scan d .rae ekinqv.b.r oad e qudt.a bLe.it-e-lie f;,

inc 1 ud .i.nq compu Ls o r.y 1 I.c e.nst n9 -,.0 f:~t he, ,:.p:a.:t':e n tsra ndr-t e.r-mfna tLo n

of the relationships which Xerox had e'stablished with the Rank

Ilr q ani z a t i on "in ,':[og Lan d .rand <FL!j:i- 'F ilmi-n;:J:ap'an,. T,o:~ma:ny,'. .it.

seemed an a fifi to n t to' the pa t e n t ;:s)'stem-:ajn'd.,to,:t;he;'-i-r~e,en,t:;,iV,es

for s uc c es s 5whi-ch the' s ys tremqp t c v i-dedvtc p.at ent.e-e s.s Howeve r.,

the FTC a p pa r e n t Ly felt Xe.r.ox j e xc eede.dvthe Li rn i-ts .o f euc ce ss

with i t s cat.e o t.sca.noap e os Ls t e o un ti l .Xer.ox., in, .a n ap par e n t, .weak.

moment in 191,2;.: s i cn ed e .__ c.ons en tode c r-ee,. Ibe.ide c r e e.v.e.rf e c.t e o

camp u.I so r y ,j 1 i ceo s i-09 r~O y ::: re q u i. ri nq Xe: r 0.x to. ,',a ff:e,f· .n onec-o Lus ive

Li c e u s e s uno e r any t.h re e of 'j;l.,t$ p.1Eiidl·pa'per·c.opfe,r;'paten~s

at no r9Y<31ty and uode::r:,."al) of its p a t eo t s-e t .nomi na.Lvt-o.y.a lt.Les

of ll~U~ pe rc.p a t en t up t o a f\ltlx:iml;J.m. o f l;1/2%J:or, en y. one, p no duct.•

X:t:!r~·0,x)4.rl -returll:<rH~ce:iveq a no ne x c'Lu s i.v e grant- .b a ck 1:i,ce.-rl~E!:':0r)::9+1

Xgrpg~apbi~ pat~ot§ gf e:agh 1i nSt:!e~ k Xero* a.~d (uji- rox
cCC

re],ationships~ which by 1975 accounted for a good share of Xerox

Co r po t-e t i o n t svt o t a I profits, were not disturbed.
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had the effect of substantially lessening competition or tending

of the

99J?-Je:T:' -

1'n' a'rflim\n,:g:',',D'isl'r'i c't""'CBurt

Further, SCM alleged tha't'the

Ve{di'c t: ,i

Also inclu~ed were addition~l charges

197'7 'a'nd,l'a;st'ed, :,':14' mchths',__ "produc 1'ng.

ohe/':"'hirri Ori,: dOYl a:r"p I,Us':' com pariylha:r:"w'a s"a

Trial b e q a n'

refusal to

the charges in t h e FT~ c9rnp;la~D'~,,,(; Thus, ?CM;(:,.laim~d."~,,,v.ioLa t i.o n

of Section 1 of the Sherman Act because of Xerox's'concerted

Judge Newman, the Se c o nd Circuit Court of App e a'L'aJs ta rt edvit-a

th at mar ke tin v i a Lat i ~'~'" o'f,,:'S,e,c'ri.o,n ,2':';0'[:': .t fl:k ;S'-h:~'~,m~"nA,c:t

a t t- D n S C rip to t"47\ .o,~b' pa:g':e So. The;j u'r y del Lbera te'd 3'8' :day S'

analysis with a review of the relationship between the patent

and the antitrust I a ws , noting that little confii'cfb'etween't'he

be f o r e retUrni'd'q '\'/i'th

leader in the, r?))~,dlV,~:i'rninishi:n,g:cbaled;~)ape'r'cop Ler" 'fieI'd:..:

the time SCM was

cone ern i ng rnat- 1< e'tl ~:9;.-: p'fa c't'Lce's" a'nd"t h;e':dve:_r~eas: :ot"ga'r'i zst ions , At

to create a monopoly.

refusing to license its patents.

and unpatente

monopoly powe~ i n a.:rev~iC3.rlt, __ ma'~,ke.t '(~;'ir c.opjer:s..):, and. a,;,~"u~Jmarket
, "': ":',',;' .

(plain paper ,C\?PiEi!T,S) in:,:"th,a't:;X.e:~(q,x, .ha,.d:'l3,cquJ,r~,c:t:,or,:; rnadnt.ai.ne d

Mea nwh i Ie,;", in ,J 97 3, ~ 8C~~, Cp r; por ati 0P'" r~ I,IB, d e. pI' .iv a te.. anti. t rus.t

co mpI CI .i rl t,,: a9 ai 1)~ ~ ~ e r 9 x {q r f!l0 r;w~t;C3.~,y~:1a,J11l3.g'e:f5R:~t::>e~ 0 n., :'1l an y,: p:f

agreenlents ~~tw~e~ Xerox and Battelle violated Section

Sherman Act and Section 7 of t~e Clayton Act~ecause the agre~ments



ant Lt ru's t and'<pa teri t 'law arises when' the' p~t~nt~d p r o duc t

repre'sen't's' me;rel:Y:~'oh~6f;inan'ypr oouc t s that er re c t Ive j y' compete'

in:;'s'g-iv'eh p'ro'dbct': m'ar'kei. ;I'f n o t ed, how-eve't, that:

"When. the" ba'tentedtp r'o duc't is' so successful
tha~i,.t.,.~,volv,e,s into ,its, own~co,nomicmar~et, as
was' lhe'c'ase"'heTe, or : succeeds in engulfing a
lar,qe sect,ion" ?,f: ,8 pt'e!=!,x~stingpro,d,~~,tm.arket~

:lhepatehF and' ant-i t r-us't laws' necessarily c La s h .
In. sU,ch:as~s',.~~e, prirnary .pu;pose, of the an t it rust
Iaws,:",'.;.lo: p r-e e'er v e :.competI trcn-c-c en: be f r u s t r a t e d ,
albeit temp,ot',sr}lYl by a hold~.t',,'s e~e~cise of the
pa t-e nts' lfl'IIH:l'e':lle'xl'lu::dUI1Hl'Y) pU\'H:!t" ulJ'('il'lY -I t s
term. 1I

The Court found the aw unsettled in this area, but after
:,,;, ,

analyzing a series of cases it conc uded:

n~/here a patenfho'l'cier ••. mere y exe'rc{ses hia
Ig1g,h,L, .t.o. .exc ly,de; pJ"he r.s .rrom ma:~i;ngusI n,g, or
selling the inventionl ••• by refusing unilaterally
to J,j c:e;!!pe ,hi,.SR,13J en.~!fOF, :i;ts:, s~y,e;n,t,e.~Jl~,yeSF
term ••• su'ch' c'onduct"'~is' expre s s Ly pet-m i t te d by
the".p,aJ. elll,')i3W Sj',: Th e,:, "h,e",s.:F.t '.-~ r .t"h"S,, p;8:te n t~e;1 ,8
legal mon'o'poly is "the right 'to' envoke. the St a t e ' s
power to prevent others from utilizing his discovery
without his consent .•• Simply stated, a patent-
ho 1de-T"i~, .-:pe-Tm;,itt,~q,j: 0., .. rnaint.ain:h~.s:'pa.tent. :mon?-p~ 1 y
through/'con'duct 'per~issible under the patent law's.
No,;cqurt:: ~}l..~:,:eYF!,T,;,h;~Jd;,\h:at,t;he,antjJrUSt., .l.aws
reqUIre a patentholder to' forfeit tile exclusionary

,pp..w e.t-. ;i:n:h,e;t:.',e ~.J,An!, :,h,i;~:, pat e n,t: ,t,h:~:)n s:t.a,~ this :P B,te n t
monopoly affords him monopoly over a relevant

;P:TJoq,u"C':t. maXk,e:,t:;-.H

The United Shoe ca~e (The UnIted States v. United Shoe Machinery

Corporation 110F Supp. 295) (D. Mass 1953), Aff'd per Curiam

347 U.S. 521 (1954) was distinguished on the basis that:
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lIThe mere possession of monopoly power does not
ipso facto condemn a market participant ••• , the
firm must refrain at all times from conduct
directed at smothering competition. 11

"The o'{rense 0(' monopo y ~nder S~cti'ciri :2 6f the
5her~3n Act has two elements: (1) The possession
of monopoly power in the relevant market and (2)
the willful acquisitioll or maintenance of that
power as distinguished from -growth E..£ development
~ ~ c9nsequeJ),C\e;;of2.. sl1.peri-or lr:Odur;::t"busin~ss,:

acumen or historic accident." Emphasis is in th~
,ot:iq,i:n,a;~)-------_.__._-

"In,' Un.i-t'e d. Sh,o:ei,:t:h,e .p.r-Lmar.y veh i.c.I:e f'o undct o
have been employed ••• in achieving and maintaining
its monopoly was its lease-onlYi<system'o'L:distributing
its machines'· and that "the patent acquisitions •••
occurred after United Shoe possessed substantial
market power and were not one of the principal
factors .ena bIvinq Cit-} to a c.h i evei.and ho:1-d::its share
of the ne.r-ke.t-r"

IIIn Alcoa Judge Learned Hand stated that the
'successful competitor, having been urged to
c ompe t e , must, .not .b e turned upon ~hen he __ winE!,'.:' "

. '." '-,'.:c' .... ','", .-c.; , _, ... ,.....' ,; ..:-. ",,-::.'" ."

Next. th~ Cqurl repeated the admonition in Berkey Photo, Inc.

v. Eastman Kodak Co. 6031. 2d 263 (2d Cir. 1979) Cert. denied

United States v. Grinnell Corporation ,384 U.S. 563 (1966) was

With re:;:j3

relied upon for its statement that:

444 US1093 (1980) that:

(case 148F. 2d 416, 65 USPQ6, (2d. Cir. 1945) the court n6t~d:
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de.d.rt ha.t"W het ber'. t'h ecp e'tent-e..» ere

It also noted the. jury's fin~ing that the

"The p a t e'n tes ys t.e m-wouLd .beis'e.e.i ou s l y .un dermi ne d,
however, were the threat of potential antf.tru sc
liability to attach upon the acquisition of a
patent at a time prior to the existence of the
reJ ~v a ot. IT1 <:q:-,t ,yt en o',,,~.:\(~ n mo r:~ ;cjis:c 9n:ce,r,ti n,9" at a
tIme prior to the commercialization of the patented'
~rt.ll

After noting t ha t-Jp e.ten.t acqu is-i.t d-una .ar.e -no.t .immune f' rom the

"We hold th~r;whet':e;:~r:paEe:rit' ?i'as' bee r{":l a'w''ful;fy'
acquired, subsequent conduct permissible under the
patent laws cannot trigger any liability under the
antitrust laWs.'!.

The Court concluded:

The inquiry thus shifted to the question of whether the

acquisition of,,~~e pate~ts wa~ !awful ~nder the antitrust

laws.

patents were not obtained primarily for the purpose of blocking

The Court q~ccK7-Y ,u

acquired from a research organization or generated irit~rrialry

the development of competitive products.

had no bearing.

that:

With regard to Section 2 of the Sherman Act, the Court directed



no economic monopoly in the

hence, its conduct was

IIWe believe that, under the circumstances presented
her.e,--,~,to,imp~s;e ,,~n.tit:ru:,st, lia.bili~y' u'po"n Xer.o,x
~.~-,~,ld: 'b eve r~} y; r t-,r:a.~p/l:e:,upci.h; .t,he, "1;nC',eriti,v'e:s:' .,p r:,o'~::i..de d
by c'ur p's tent "1' aw:s'an:d', f h'.u's, ",und e.r~rri,~:f-ne, :,t-,~';e, '~',nt{-r'e~'
pat e n t syst em. 'l he r efo r e,' 'Fc're spe'c t .ive" o'f:t:he' ,
jUt) IS implicit finding that Xerox's commercial
su~ress was reasonably foreseeable in 1956, Xerox
was;:la\1f.ull1f! en.t dtLed to, pur c hase. .the pat e.n.ts .i.t ,
did pursuant to the agreement it made with Battelle
the t year

-353-

"Th e limitation that SCM would impose, however,
tu r.n.s: not, .upo.n ',th e;':f11 ar keJ ,,po,sciJ,:-i on..o f t h e .ac qu ir i:ng
party, but rather, upon the potential fat' commercial
success a particular patent may hold ••• Presumably,
und e r, :SC~' :5..propo,S e~: r,ul..e'""wh:ere; .t~e: c om~,.e t',,~j a I
su c c e\8'S' "of" '"a",p,a,te..nfe,d, 'i:,~Y.enfiori-: ."v'i'T.tu"a).'·'l)/':, i,'~
q ua t-a n t e e d ,' rio' '~~:rson other "tb ari' bhe:' 'i'n:y'enfo"r' c"a'r{
hold exclusive rh;{hfs'-'~;rn-'·th'e p'afe'nf,:"'al- rer~rsf'

where it is foreseeable that the products generated
under the patent will create their own relevant
product market •••

"rb e, .f'oc.u s,s,hsru Ld-jb e up.o n ,t::h,e .rrra t'·ke,l'pow:e r. .tha t.
will be conferred by the patent in relation to the
marke t. .PP:?~ t.Io n.,t,h~.,n.:,.oc.cupie.d b-y·t he .ac qu ir,:i:ng part y.;":

After reviewinq t~e facts. the Cout't concluded that at the time

pe r mi e s a b Le , In ?oin~., so , the "Cour.t"also rejected S,C~'s,ar"g,ument

that the acquisi t i o ri was unlawful if Xerox's economic mono p o Ly
,'; -,',".' ,'- '"' ,'.. -- '--"""

was reasonably foreseeable, stating:
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Nevertheless,

It 'decided

Finally, the Cou-rt stated

"5 I n c e :.a-;p,a:t:~~t-: j~-,s ;,~, :.fOT:m pr o pe r't:y, "a~'d,,:th'~k, ,8 n;.a s's:e\,••• ,
there se.e'ms,"-l,it.'.t'le ,:Fe,;8:s,on ,to,e"x'e::ffipY::ps,t'E!nt i3'~,'q.u)sifi'on~.
f-rom sc-ru't.ff1;'i .un der; th,i',s.·' p,To;vi'siorl:.1' ."",

',1 The e f f e c of, SU.~}1, ;.ap.q·;uiSi,t{:oq', ,m a;/,pe, s.~'_b}~fkn\'i~1~1,y·;
to j e s ee n. c,o,mpe1.it:ion';,:'o"r:,to .Le.nd. to, cr e a t e a
monopoly in.::'",ny '9:iven,),-,ine, of, F~~"me:,r'Fe:::.:,i·

.- "

t he p~'t;ents and acquisilion of the pa e n ts thro~gh internal

de veI o pme n wo r'i< "d'i::'d: nof" cause 'SCM any harm.

that it was not foreseeable a~d-\hat' continue'd' m~intenance o:'r:

have enforced the sublicensing obligation that its prior

agreemen~~ h~~ mpos~~' pon Xerox and, a~ a result ~f these

In regard to Se c t a o nvrlv-o f :the;'She',r'inan;;,'~~;t,·'the CcrlirF:t'ejected"

SCM I S ar-qumen t .t ha.tv-ab s e nt" the 195'6'aii'teerne'nt, Bat te-I'Le .;rould

Section 7 of the Clayton Act prohibits a corporation from acquiring

did not exist until eight years afte-r the acquisitions and

hence, could not be foreseeable.

requires concern with probabilities, not certainties.

the whole or: any pa r.tco f '·the- as's et s vo's al1'othe'rc'c{rporaliOi1';',where:

the Court noted that a relevant product market and submarket

that:

anti-competitive consequences "in their i nc t p i e nc y"...and t.tcus

·The Court notes:



grants."

(TA9 ';:l98l): r e fe rr-ed. .t 0'-" t h'eXe rox"

Thus, in .Iun er-c f 19B-1't:he Niint'h"CiTcuit 'Cou-rt':'

throughout the

~:g55-

11 The p a t en t . '1aws . c.ir c.umac t-Lb'ev-the ;:$'C:O pe--o f:'l:he
pro vis ion h-e-r e-; ',,~'~ Where' 'a: c omoenyoha e.ta'c q.u'I r.ed
patents La wf uIu y;' i,Vmust'; be' 'e:'hl'i t-Le d t n-bo Ld.t t h em
f r e e fr om" 't heit hr eet : of. a:nlTt'rdst' :1.r.ebr.j.d.t v "ifa r
the s e v e nte'en tyee'rs ~thatth,e' .pat-e.nb. Law a-p't-o.vd.d'e.s.
To hold o t h e t-w.leetwou'Ld. u'ndu-l yvtr-e.s p a.s s- upon: cth.e ,:'
policies t fvattvunder-Lie th:e'i"pa'tenf j.awcsyet'em • 'rhe
re st ra i nt": iPJ. aced 'U pon- compe't it'j o'n is' "t'emp'6T'a ri ly
1 i mit ed byo-t f er.t'eom 'b',f:'lh?e:,p'alen.ts,:: .a.rtd-.m u s t-, 'i n"'';
d'!'rre:'f'ern'C"g"1"'6""'ff{e"'''6';:i''fe'il'f'''sY'S'fe'hl'~""b'e""f'(i're''f''aT''EfB'

"Ln e ant.jjt:,r,us;,t,la\~{:s~'AG-J)(Jt'~F~ t he 6y,~ir,hrfr~nt:,.~
ra\ling"co'm'mi~sion to 'refor'rr, t e c o n my 'at' 'w'if}'. ",,,
Just as Ina court has ever he d hat th'3 antitru~t'

laws r e q u i re.c.a.c.pa t e n t ,1J,ol,de,r 0 o r f eit "t,h,~",,:;~,

exclusiona;ri::,power;A,nt,l~,r-,8ntJ. /<,,~,at,~~,\t,:;, (h,e'": ... ,,
instant his "'pa'tent, r)lo.ciopo~.~ ~ frd:~,~hl~:;,;:,~o"n'qpp'\'Y;,d'
power' ••• , (citlng'SCM'v~ Xe r o x "so','toc, 'ncvc'ou'rt'
has held that a patentee must q r a n t further
j t c e n's e s to pot ent i a 1 compet it o r s me r e I y because
he has granted them !;ome licen3es. Just as 'the
patent system would be a e r i o u e Ly un d e r mi ri e d •••
were the threat of pCltential antitrust liability

,

"Ba e e d on ''-the ev::i:d-~nce p r e e e n ed' we are convinced
t ha t none: oJ:,X,e:f ox IS; :p~,~,ef),t...,-r,e)a,t ed ,Hop,du c t . t:ppJri 9ll ted
to any an t i t r us t v io La tt on and that, t he te f o i-e , SCM'
is no:t,::en"tiJ.1,e,d.:to,: r:,~.pove,r;,;a:ny mon e ta r y d arna q e s in
connecti~n with' that ~laim.'1 .

In its conclusion the Court stated:

The s j qhi f-ica n t "imp,acl':of:.the'.-decfsl,on"may be seen d n t h ecf'a c t

of Appeals in the matter of th8 United States v. Westinqhouse

that the :Cb':Ur,t 'Q,r: Appe'a.l-stde c-i si o n Ha.sc a Lr e ad y b e e n r cd t e d in

several cases.

~F • 2d 6'42,__ USPQ



-356-

P'I e r cer.o r e Lyd n q on,':SCM; V.' Xerox r-u l-e d.e

More recently in the case of GAF Corp. v. Eastm~n Kodak

u s a l ;fo"liice'nse
rna 'riot ·t'rTg'ge-r

t 1 ~i~" .- .

Thus, Ko,d~:Y'··~:,~ i at ers r
interna),~y-.,d:~v~ 0 ed pa en
Li a b.i1it r'uii'd,~T t ei ah t tr

"Af te r 'djsc,uss'ing the inhE!rE!nt:C:,onflict:'.between .t"t";le,
antitrust and patent Jaws, the Se't6rfd Ed t-c u it"
(held in SCM) that 'a patent ho l.de.r.c Ls .p e.r.mit.t ed
to maintain his monopoly through conduct permissible
under the patent laws' and that a unilateral
t-e f u aa l ,to,).J:cen,se}: pat~nt (or: its seventee,n-year
term 'is"con'puct -'expres~l,Y permitted the~,p'a-:ferit
law~,: '. ' ,

like .an yb e t he r refusal to d eaL by aunon opoList, h;uJ Ju,d,g'e

Co., (~F. Supp.m,__ USPQ __(SONY 1981) a Dis r Lc t

to attach upo n.vt h e .a cq u i sd t ion. °f:.a:p,at ent; !=l t ta.
time p r foc .tov-t-h e-e x is-t-en.ce. oft-hetr r evel a n t
rna r ke t. .and. .e v e n. mor.e .ddec on c e r.t ing __,: ati a: .t I me
p r i 0 r to ,-t'he,:';'c:,ommeJ"c) a.Id zatio n of . t h e. pat en.t e d '
art' (ciling,:SCM"v.X:eTox),••',.:'50 .t o o wouLd .the .
pa t ent:sys t em-.be .und ermu n.e.d .d.f a'.li:c,ensi n.q
agreem:ent, .pe.rf.e c t Ly legal,wh_en, s I qn e d j v miqh.t
.later form -t-he, .ba.s i.s of ,a:n-:a-nt,;itrus,t:.vi-olati:on
because: .t he. Lic ens e e h.:ad,,;flourishedunder· t h e .
aqr e emen t , n

Kodak I s pol'icY 8f;:f'~'fUsiri:g:'f'o l:i:(?er1'E;:e,'ahY~ph:ofp;"-ch'em"rc!3'l

patents until five years after they issued was unlawful. GAF

Court in the ~~u~~~~n Oistric~ ~f New York granted Kodak's

mot i °ri fbi: sJirlmar y "j'u'd.g'me nf:di:'s'm'fs's:i'n:g:':G,AF' "S'- cI'ai rn ' t het'
i ," ,,','" c';;' '0' ,',,,',' ,,-,' '''.' " c, ", •

contended a pa t e n t e ets t-e f.u se.I t c -Li ce ns evsb o u l.d be t-r.e-a.te.o

dt! 1/006
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lcadcr among the. fivc ASE.AN

Some of,yqu m~y,recall that the team leader of the mission,

PIPA Comittee No. 2
by Kojiro OZU (Toshiba Corporation)

Yasuhiro MOCHIZUKI(Aj Lnorno.to..co ., Inc.)

Reoguiatio:ns,'o,o;:Techno':1ogy:Transfer in --Southeast".As.ia

. y~a!:,_",:±" ..\~I~I'ted

gave leqt\lr~_;_0l'l "$~tlla~is:>n of ASEAN Countries on Industrial

propeftyp:r;()t~ctionll ~t:.,tq.E:!_P1l?A-: Tokyo.,c9Il~~r~ncE:!, last year ,

Some of illY speech m~yoverl~p,""ith his lecture( but since the,

subject is an important on", shared by the U.S.A. and .:rap~n" I

shall take up some problems inyolv~d in there9ulati0lls on,

technology transfer.

Fact F~I!c1~n.:g,Miss~on that was sent b:ytht? Japan Patent Assoc i a t Lon

to study ~~du~tr~~~p~9per~ysyst~ms in these ~ountries. I would

like to introduce y~u to the major points of 9ur inspection,
",.,'.. ' ...",..., ",' ..' " .. ". ,

espeqial!y on the g9yernm~nts' r~gu~ations,on technology

transfer.

Mr. Shoji Matsui of Takeda Pharmaceutical Indus~rie~, Ltd.,

influential.in this field as

nations. ?-\~terwards I~il~ rE:!feJ;, ~99thE:!:r; count.rLes,

First of all, I would like to explain on technology
{"" . "":,', .'.""..' ".'" ,",," ,' .. " .... ,,,, ...... ,., .--".,," ",.: .. ". ,,' .', .- .'..'.'

transfer in :th~; l?l1~l!EP~n~s.~ince tJ:1e,n q0tln:tFY_~ ,I s~ppose, Ls

imposing some restrictions on foreign investments. The Act was

In 1967 the Philippines enacted the Investment Incentives

Act to welq9~E:!f()Fe:~gn"inyestJ;l1~I1ts,~.n,c1 .. s t imuLat,e thei~, dO,rne.Ei.tic

industries. At the,same time, the Foreign, Business Regulations-- ,.. , '" ". '''', ..... . --"." . ,'. ;,';', ::" ':" ,;' " .- """.' :.' ,,-", .:: :-.--' :',:. : :..- :".':< c:':/ ... '.'. :,"\ ,'-

Act was established in the next year with the intention of

THE. PHILIPPINE.S



,':,:: ,:::,'., "

n, ••• cases Ls d~d~"~'_

TTB ha~'be~h making
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capitals seclectively.

',All kinds o frwozk s relating to technology transfer are

handled by the TTB (Technology Transfer Board). Its constitution,

function and authority as well as the guideline for the evaluation

and registrati~~:of iicense agreeme~ts are pro~id~d iri~the

IIRules::~'~d':;'~egui~t'{o~~':toI~~l~~en~"fhe':fnf~:~t arid::Pigvi~:i6'~§

of Sec. 5 P.D. 1520 Creating the T~2hnoiogy fi~nsfei 'B6~rd

within tIle Ministry of Industry Ii enacted-in' dct6ber';"" 19'78. 1\6

far as the evaluation and regl.~tr&fion p~66~dur~'~' ~'i~ b6'nc~rri~d/:'

2 to 3% of

there is no major problem except that the decision by the Board

is not always made wi.thin t:h~ prescr.ibedp~"iod!6f60 days fiom

provided the" r'ci't~ o~f more' ;th~n"':'5%. ,,: ;s~gh:::X'fa~~ i 66rif8iilis £0 fh~;':

fact that 2: 5'% royalty is p~rmitted in many ca~es of compulsory

patent licenses~(Aii":~:f~ ph/~~ka~~utib~i b~s'~s)'. The 'former

rate, that is 2 to 3%, is mostly applied to the combined license

of a patent and know-how, while the latter comparatit~ly high~i



Now: /, fplease :"look',at:the"pCipe.r§in yqp.r,:,:,J::1Ci:nq,~;tit.Led ~.'s~:rr\ffiary

Table on EffectoLTTB l'egulationon Technology,'l'ransfer ,A.rrang~~

ments" issued:byTTB., ,Itshq.~sthe,ahalyticaLfigures,about Z2l

license, agreements :,that were approved .and regisj:ered, by, the, ,T:J.'B,

since the, establishment of the Board in 1979:j:il1the,,~nd'of 19,80,.

The data indicate that the royalty rate was cut downbY'l:h~ 9q.vernT

ment in 122 casesd5,5% of the total number) ,As, a result/the

1 Lcensors. .,.los;b :,,:US $, 2.9l ,~O,O O. -per year t'Qr::·-,-:eg.Gh~ g.g;r;~,~I!l~p.1:J:#'l1i:'+,§!'\

the country ,saved foreign CUrrency of,US$:15.Smilliq.nper year"

The goverhment is also expected to earn,US$ 1~5mill:ion per., year"

by exporting' the 'licensedproductscoL these: 221 ,agreements.,

Accordingly. we must realize "here, that a.l chouqh thee, TTB,is

praising themselves for:.acquiring<foreign::;currency by.c:ll:t·tiI1g,'_

down royalties; .i:he earningis,:'rnore importan:t,,',than:the':sayiI1g

from: the ,-viewpoirtt of, the accumulation of-_:'fori.gn' curxency, : ",The

reduction of royalty is very'likely to kill the,opportunity o~

importing exce l Lene technology"from abr-oad-,, Th)lsthe: country"

couLdLoseiaechance .,·to,export various:': industrial- or,', consumer-,

products that might havec.bean menufectiur-edr.under. 'lic,ense::~ ..c

'''·In .",0ther :,words I, :,:such:':apq1 i cy(jrnay.,:;hinder. .the:-,:PhilLppd.nesr

from -obtaining ,::foreign currency andcevennuaj Ly., f rom. deve Lopi.nq

their indus:·tti:es as we Ll.oas vprovf.d'i.nq the:"emplo.yrnent:oppor:c......:

tuni ties e (. "'This"::becomesmore realistic.:when:\'we>:consider an-.

e r o s Lonoo f r pa-tenti,prqtectiol) thr.ough:;:the:,:compul,sory.~Li.cense. systemi

Ln ::theit ,:pa,terit law~' ;::,Please :,refeH:,,:,·to;'ithe'::':'Philippi-nes:::: P.a..t;en:'t:~' Law /<:" 

Section 34>''; 35 E'. and Mr. Nishide:s c,rE>pbrLabthE>,,3rd.' commi.t.t.ee

of the AIPPI Tokyo ConferenCE> in 1980.
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'"Mal~yslili.' IndonesIa end Thailand ':.mairitain ::';substantia:lly'

sirnlL3.:r': poLdcy, though':':'there is "some :diffefe'n6e".';"iriflexibility

of :i.t~ ,p'ra'ctice. Since'''Singapore."respects :'the .pr.LncLpLei.e f

free:J'a'greerne'n'ts j the~'gapbetwee:ri,this -country -aridthe:·other ABEAN

coti'il't-r{es 'r-e'g-aiding technology trarisfer is 'supposed .',t'o,:expand

mo re' ·Thfuture.

The terI1l()f agreement in: both patent and know-'how

Li.cerrses-d.s p.rovfded.rt.ocbe -maximum 5 years and itEF;extentiion

r equt re's re'~eValuQ.'t'ion arid' registration 'by the Philippine

gove-r;hmeh't':: Ill-'- ca.'Se::': of know-how license~,:::no one -can obtain .any

approval, ·fo'r,: the:','-renewal<'of' agreements wi.t.hout r-convi.nc Lnq.it.he

TTBtha.t' the "lioensee needs the'oontinual in.,.flow of 'advanced

technique because of the rapidtechj1ology developmerit,or:

that the:,term. of 5 years is too short ,to pursue highly developed,

and complicated technology; Please:'refer to the TTrVResolution

No. 1:88,:'Seotion:Q9,' dated:Oct. 3,1:979.:

As'·, 't'o',,'l:icerisin'g "industrial property rights , ".thedr',':renewal

is approved as long: as they:remairi .val id. 'However ,theroyalty,

rate will be generally reduoed at .aach. reriewaL:

T,radeJ:[lark.::1'icense is'gra:qted", only wherivt.he .case 'aocompand.es

technplogy.::trans fer< or: brings' about economic mer Lt.s such ..a s ,'the

obtaining of::foreigncurrency and'. the promotion of employment.

The 'renewal 'Of any",ex-i'sting<trademark license«is' permitt'ed,

however , ",Even Ln. ,this:,;; case;:: the:,royal ty'~·is:.kept as "Low ;as <.O ~:5

to. 1%: of: netr sa'Lesc a Lchouqh the TTBdeclared a flexible application

of the' far
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Moreover, it,is not -allqwed toe prohibit a licensee from

using know- how: after his agreement expired'. Secrecy maintenance

can be obligated for further 2 years'from-:-the t.e rrn.Lnat.Lon. o fi an.

agreement. The maximum so far is::.repor,ted to be-.S. yea·rss,<3.fter

the termination in case' of important technology.

INDONESIA

Nexti,I.'would like to:::,discuss--__--the s Ltua t.Lon rLn-iLndones La,

The Japan and:: Indonesia Economic:,Comroittee held- in: Tolyo in

July last yearvannounced.u.n its commun i.que that'~Matsujira

Ikeda;'cE:xecutive vice Piesident of<Marubeni corporat.Lorr,

pointed to the importance of .enact.Lnq a.'patent,law:in Indonesia

so as to ensure t.he. protection of indus.triaLproperty r~ghts

associated with technology transfer ',from: ebroadv." T- fu-lly

agree to his words. One o f-the most' Lmport.ant. probl.emsd.n

this country is 'that ,a patent law has not been established

yet. Thegovermnel1t and judicial sources admit, that they'have

already drafted a patent law and are studying it 110w., 'There

fore, it will be>ena'cted within ,a.- few:years'o However,_ J.a'pane'se

and US industries should repeatedly request their legislation

so a s to accelerate their':::'procedures.

At present; the datails of the draft is' unknownbut'it,

is said to involve various problems for the fi.lture:~For

instance, foods, drugs and chemicals themselves and their

manufacturing processes are unpatentable, and compulsory

Licenseiwn.ich weakehes.'.'patent:':'protec·t-ion: Lscpt-ov.i.ded . -ih'>·th'e Taw.

Under"such 51t.ua tion,. pre serrt:..t.echnoLoqy.. transfe:r-:: .i.s made

only by know.,.how.. basis. UntiL1973 since the enac.tment of
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the Foredgn Investment Law :.in-1967 , /:1oyalty;:rate:'was Ln vt.he

rangeofltolO% and there was no .par t i.cula r limit, to the

t.erm vof agreement.'-However.;: the royalty' after 1974 Ls-maxi.mum

2% as a general and the 'term of agreementS years" Royalty pay.,

ment exceeding 2% is-to be"made from··the licensee,'s net pz'ofLt,

Since transferred technology is not protected by patent laws

in Indonesia, it is critical for licensors to secure their

know-how by themselves. The only practical solution would,be

a grant of lienese t6their own-subsidiaries so that they can

control the: know-how: through their ,rights of management.

However, the·investmen-t guidelines e st.abLisbed.idn.xranuarv, 19.74

cause -to restrict.'the possibility to set_up_a- joiI'lt.venture in

this country-~The main: poLnesco f the:guidelin~s-:-are:

1. The: Lnve s trneric- ratio -by Endorie s Lanc s t.ookho Lde r a

shouldreach'more than5l% within 10 years after

the establishment or approval of a joint venture .

2. More than' 50% ,of I!)donesian capi!,al should,be.owned

by' puze: :Indonesian.: s cockhol.der s,

3. j?artners" of any joint venture' should be pure

rridonesLans,

Such a localization policy:and undeveloped infrastructure

of their'. industries:, are b azr Lezs vt.o Ln t roduceradvanoed

technology from abroad;

SINGAPORE

resourc,eS ,::: and, ,tl1.e,' count.ry-jias J:>ee.n:,posi t Lve and: $1,J.cce$$f1J.J.

in introducing foreign' capital and'teChnology; The'introduc~
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tion is administered by the. Ec::ono.mic Dev"lopme"t Boazd (EDB).

Different from other,ASE,AN count.rLes ,:i-tt5,~i;l..inr:pl:~<~$ not to

restrict civi,l::i.an,-ac"tiviti~,s-_;but to promot.e occupat.Lona),

guidance and educational activities that will far~ :-1:.h~"basis

for invi ti Lnq advanced from abroad ,

There is no legal or adrninA!?_:tre::t_tJyec'l:'eg~latJon~-'Clgp..i;nst

the introduction offoreigntechnology·andcapitalexc"pt

for those related to their retail distribution. As a whole,

Singapor" seems to be ,the wost. stable and safe country fort!>.e

capital and technology inyestmentaltho\lgh its supply and ,the.

fixing rate of· labour isc::omparatively low at .present.

MALAYSIA

The import of foreign technology requires approval of

the Ministry of Trade and Industrywhose.guidelinE!s .are

outlined as follows:

1. Royalty rate uauaI Ly ranges from 1 to, 5.%'.

2. :Li<;:ense and i:.echnical" service should- be,in.corporated>

into a single agreement.

3. The government does not encourage incorporation of

royalty .i.n t.ovcap.i t.aL,

4. Initial payment is not desirable,

5. The.·termof·agreement.shall·be usually 5 years during:

which licensees are to, digest .t.he licensed. technolo·gy,·

The renewal :of,:,agreementsccneeds,thec,Minis,tr-;y',' S",- appzova'L;

and the ... dura t Lon of the.Licensed patents:is"cons-idered:

on',-its.xenewal ..
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6'. If the,Y.f.cEGi's'e'd patent's survive the term of license

agreernen:ts'-,'licensors must make the patent's available

for 'licensees even after' the' expd r a t Lcnvof-iche

agreements.

7. In case of know~hdw, secrecy obligation' shall not

exceedthete'rrn" of agreernemt.

8. GoverIllngla.ws shall be Malaysian laws.

AEf you will 'see Ln the guldelil1es ,knbw~how is not highly

e vaLuatied -Ln" this:':country'slinilarly to other developing countries'.

The government: :peopleaswelL as:' their legal counsels think it

difficult to work out effective legal measures to prevent

licensee's employees from using licensed know-how after they;

moved into other 'company.

Under such circumstances, transfer ofknow~how to any party

but licensor I s subsidiaries, employees I access tb""knowihbw

shold be strictly limited, and labbur inanagementshould·be

carefully,eon'trolled> to,' preverrt . its:' disclosure tb,:anT'outsiders.

THAILAND

In Thailand there is no written guidelines.fbr,theaPproval

of license agreements. However" the Board of Investment '(BOI)

whi chvLsrd.n charge:' of' this matter,'"seerns:to refer--:to lithe Code

of conduct.Y'as' aibasd s for their judgement. Gener-aLkyj.cr-oyaLt.y

rate' of"cc3to 5~ and the term of agreement' for 3 to 8 years are

compared with other countries like the Philippines and Mayaysia

but technology itself is not always highly evaluated. For example,
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CONCLusIoN

In ,develbping',co.untties, to regulate, tec:hnolo,gy r'trans,~~X;::

has 3 main purposes. Firstly to select and approve the.

technology necessary for the industrial development ofea.ch

counbry r se'condly>toreduc~:'; the cose" of t'e'chIloTogy' iht.rochict{bn

to save fore'ign:"currency ; arid'thirdly' to watch 'a'n'dellrnin:ate:

restrictit-ei:busfri~ss:practic'~s.

MeanwhiIe y:::, licensor's' Jil t''imat'e objecti-t~;e:':,bf::'lr6'en-stng~ is"

nothing but- to' get.:finantiaJ:' merits in'variousa'sp~b'ts. s1:hce"

such merits includ.e--not'6nly -receiving royalty but:·: aisO:

purchasing' or "seli'ing',:,'enetgy; raw':"rnaterlaIs and:"'p-art's~ :'d'f.

co11 e ctirig d i vidents.' f rofu:":'th~ i r::'subsidLa r i es, -::technolbgy i':ttGt'sfe'f'-'

will sfill' exist even' if {ts':ev-altiati6:his n6t>'high"'enOugh '.th

the ASEAN'c6l.int:d~esl Howe'ver'i they should" tebbgn'lze! th'b.t (th'~i'r;

un rea sonabLyvlow eva'luat.ion as well' as i:hel.f':pol.f.6Y": tb"'-:sav~

fo r'e i.qri curiericyto%e p,Hd as royalty have J:ii=i=n kiilihgthi=

oppbr-tun±t.T'e s' ;::6f· invit'ing" exc!:efient{:'te'chhoi6gi~s ;'fr6m ktbrb~d";~

Thus, they are losing the precious chances to improve their own

technical standard and to earn foreign currency by exporting the

products manufactured by utilizing suitable foreign technology.
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Summary Table on Effects of,TTBRegulationonTechnology

Transfer Arrangements: :(221<contracts::approved and registered

withUthe$oaroas of December 31,- 1980)

Total estimated foreign exchange savings

(This figure represents estimated

as a result of reduction of technology

payments in contracts and does not

inc 1ude po S 5 i1:>~·~-,:_:..E()~Ef~g~::- _E?_~.qJ::l_a.:!l:g~:'

savings from import substitution due

to the LoceLrmanuf'ac.tu'rero f: -certain'

products) ----------n--------n~~"$77,-383,930.96

Estimated Annual Foreign Exchang~

Savings>p~r contract ',(221k-"~"-~"$152',107.13

Estimated Annual For~ighExch'mg~

Savings per contract with

reduced payments (12 2 )"""""""".,.",-'~'$29l!,,184: 02

Total Estimated Foreign Exchange

Earnings fbt'S ye'a't',?:('o,froth i p:tbj'ecbed

expo r t s-e-o-> '-'-- - """'''~--''--'''''-''''-''~--$72 8 ,'609!, 329 . 60

Annual Estimated Foreign Exchange~

Earnings from prbjeCtecl'exp6rts-'''''$145.721. 8 65.'92

Average Annual,'3F6fe'igil- ,Hx'change'
Earnings>perexp6'rtihg' 'fibii( 87c)""-$5, 84'2,153.55

Average Anhua'l'Emp16ymeht' LeveT-',,-~L-'-'-'$T,'701

Total Estima ted:,:tax-'Rev'en'ue's"-:Ac'drtiJJn-ii

to the Government for 5'years(207)

(representing withholding t.axea

paid by licensor)-----------------P462,181,444.19
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Annual Estima.ted, ,Tax"Reyetlue to

The Government (represent withholding

taxes)----------~~-~--~~-~~~-~-~~-~---P9Z.436.288;84

9.

1

48

44

19

9

18

4

16

2

11

..
2

7
•

20

14

2.

3.

4.

5.

6.

7.

8.

patent rights-

1. Pos t e t.e rmane-t i.on restricet-ionc"on;"use

of. .know-how

RestrictiveBusiness:-, Practices

10.

12.

13 •

Export Restriction

Royalty free grantback

Res,triotion on application of technOlogy

Tied-in provision

Sole Liability of ~icenseeon

infringement suit

N.o::: W,?,pranty. .prov.LsLon

No access by licensee to licensor's

improvements

Exclusi V;~_: :r;i..gh1;.$. by~ Li.ceriso.r over

l'i:9~P.,See-:'svpat.en ted. or. pa.eencabLe

improvements

Minimum payment~

_Re:s,t~ip;tion on patenj: ,gr§lnt$,:'

Restriction on competitive business

Restriction on use of JIPI1-.pc3.t_eI1:ted~

'-t,e,ch,nip,al--informCitipn, ,i;lf_t~r·: contract

termination

14. Restr.Lc.t i.on.rto. u se, r:ights,<Ci-nq., ).~,Ge.J::l~'§~.s;

in case of early termination

15. Guarantee ~h~:t_,-:~i.q~ns.q,~\s.'J?ate:rl::ts

-368-



Other Provisions Required for~Incl~sion/Modific4tion

4

2

4

1

7

1

30

27

32

27

28

21

12

35

Duration in excess of 5 years

Automatic Renewal

Submission .o f unde rcakLrrq .cn use O~i:"

local raw

l.

2.

3.

termination

15. Restriction on sales volume of

products

16. Restriction on use of technology

in licensee's undertaking to

engage in the activity

17. Prohibition to question validity of

licensor's patents

18. Licensor to determine selling price

licensor's account

5". Philippines laws to gbVern"contract

~nterP::t:'eta,:tion

6. Royalty payments cover imported

products

7. Arbitration. under ICC/Philippine

law ana the Philippines ,or any

neutral co~~try_~s v~nue

8. Use of local-value-added

9. Reduction of technician's fee

10. Prior- approval orr :entry-- of '" foreign'

technicians

11. Restriction to contest licensor's

patents

12. Red,!finiti6n 6fNet Sales/Net

Foreign Exchange Ea~n~ngs~o

conform with TTB definition

13. Disclosures of improvements made

by 'flc8Ilsee "to 'i1ce~fi's'or und.er" an
agreed 'feeli2,

:14. Corrt.Lnued use 1?.y"IJ,q~n~oF.o:E(J:i9~P.::-

see's improvements afte~ contract
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GOVERNMENT PATENT poIiJ:CY_" ITS IMI'AeT oNrNNOVATION

Richard L. Donaldson

Many an a Lysc s believe that the sluggish U. S.eCOl')omy in

large measure has resulted -ir'om: the -:"fatlure::o:f Amer dca nc-Ln.du e t r y

to keep pace with the increased p r o d uot iv i t y 'of our"'fbreign

competitors.1 This decrease of U. s. produc,tivjtY,il;:.c:orr"e,lated

with a significant decline,::i,n':-,t'otal::U'.-S,;expenditure.s, for, research

and development since 1970. 2 Since the pr Imarymeans 'OC'1rirpi:oving

productivity lips in the creation of new technologies, the need

for increasing innovatioJ:?_,_J.!1,,;~t:.l'le<-U:~'-~S._i.sma n i f e se., One

technique, of course, would be~-t6 sigrit'f'i'cantly:lncf-'ea-se the level

of R&D funding i anotbe r alternative fs" to' ma'k~ h~{ter '~;se"bf the

results of current R&D.

In this latter r eq a r d., it,' is::very:,'di's·tu:r;bi.n~"to,:notethat

patents resulting from U. S. Government financed 'r e search rarely

find their way to the commercial market n.·th~ form of ~ew

produc t s, The significance ofthJ\~ "~:,s: p Lac ed .i nto par s pe c t ive

. when you consider the fact thill :"tibeUn-ited:S,t'a:fes Government

",':, -:'",'
finances approximately 50% of the research carried on in the

Uniteo States, an amount totalUl')g almost $30, ,billionpe,yea,!3

More than 28 t-housand inventions have r e s u Lte d if,rom: such

Gove r nmen t; spcneored proqrams "no only' about 5% 'of the 28 thousano

inventions have been commercialized. 4
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As will; be -d.i a'cu s s ed ,::in mo re • detail lat~e',r ,';'.the. Gove:rnrnent

ret'i:li'hsti tIe 't'o "hl'ah,y': 'Of' these :fnventions {:,accord irigly') a.: lFi:e:ense,i

f r om 'the','; dt>v'e rnme'n t, is: requLr-ed :i-to' :,'br i'tfg the:<-'fnvefft' idn-<to ;:>e. h'e'

1I1ark~et"'.> However ;:'t'hi/ Gbvernrhent ':PbTicyi:,'ori ITden's:ing the i r'. p a ten t s

is <'far: ~'fr6'in::LfnT'forni,:'and':"-'ea'e'h: agency ,:,tvP:icedlv,::-'has,: i t svown set:':of

r egLi.la:ti'6hs:';~nd' :::sOJfie':' ag'e'n6i'es ',;' everr 'h-a've c v aty in:g ',po1 ic-i'e:siw,'i,ttii 11

the i-r :::'dTf f'eit:e:'rit d iVT's',1. on's ;:rTho"s " i'C'bmpa'nies:,'who .wan t t;:oiuse,":su'ch :',:

Lnverrti ons fuUstbeprepated tb:deal with, at least, 26 di,fferent

se ts cdt' :'G6'v'~rlirtierff'a.-genc'Y r'e'gul:el'ttonsi ;rn addieion -'to! hav i riq--t.o:

eop'e:\>.lifti:'fHi's myr'tad:::of i:e'gtilatidns/ the; ptospec,tive:' manufac t urer

under a:'g'6ve:r;tim;enf-':'dwil'~'d pat'ertf stili has a mor e' i:o:tmldabl'e'':::hu'rdTe:'

to clear; that hurdle is the qove r nme'nt; pol.\:icyo':f" 'r-e:tai"n::fng,'

ovne r s h i p of patents r e s u Lf iriqcf r orn govetnme:n:t:financed 'R&D'~ and

9 r ah t i n:g"n:on-ex'cTus i ve'l-ice'n'ses',:to 't:hbsewho~:wa:n:tL ::t'o u se,:th,e

in v e ntion s' (fhe l'licri':hg: the:' con t r actor who': made:,':,the':inventi6n,:'w'ith

goofir'nment' f undi nq V)

In' m'ahy:'s'i tliat'r'6rfs:', "par-'ti'cl{la'i:'iy for ;small bus:ihesses,'not

ownl 'rt9:' :an~xcl U,s :i:~e::': :'1: Iqht; "'f; 0'::m'ar k'e't :t'he >i n v.e n,t,:f6n, pr e 5 e n ts.

an !n's:i.ii'mou'ntabie', 'pfbBlern:': in' s'eC'1.i:t ing·: lhe::l1edessar:y ri sk' ea.pi:tal'

to develop the product. It' J.sii6'sUf'pi:'lsei'that few",bf,tne:

go\;:e'r'n'ine'irl 'chJne::d:"":--in~e::h:t£b'n-:s a r ev ev er ~'licen:sed"~": Faflure to

effect; v~ly comme r c t aTiZ"e':t:h'e'se' trtveHtloh ~f' 's til' ely!' ha.s::a,'neg a t.ive"

impat't" on' u. S'~ p'rb2fuc t1'v l't'ya.'n:d 'lhnOt7a. t1dnr•
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-T,be. d e c Ld.n e Ln U. S: p.r c du c.t Lv Lt y a ndvLn nov ae i on was

addressed by President Carter in 1978 ..:The Presidentcreate.d a

SPec ial :::Advi sor y vcommlt te;e.,eon~i ~.ti:ngof mor e-:t,han15 0 _s e n-i o r

representatives fr orn .-t'he indu.stri<31:,·public', inter e s.t, laber,

se ien t i f i cvand ~eadem~-e;:.eommuni t ies., .TJ'~eComlllit tee.-.chC:;,r t er .was t.o

study ·:all :the -ar eas .Ln which ':'federal Government policy i mpac ts on

pr oduc ti v.I ty and v i.nnovati Lon , The, Comm i t;:t,ee,r,eport plapE:!d,speei.al

emphasiscin the role of the patent system and the patent policy

re,g:'aIding Gove,rnmen·t fund edi-r e s ea rch in -p r omo n i nq ''ind'u:st:r'ial

i nnova t Lon, ReeOmmendi3,;ti<;lns;'; t rom ,'; th i s commi t t:,ee,;,\\,~l"~: Lncorpor ated

into_',a:'B i,ll aa. 6,933"",w}1i;el}, Ln ~urI"l~, ii~~~·F"a :'::~f!,IJ:~te r;~,~nc1Il'ler:,t~: ~a:s

e nao t.ed into l"w asPL96"SI7.

In its. original:form, the proposed legisl"tion HR6933

inc,luded a "thr:ee:,prong ,.t:b-rust::,to,sp,ur:, Ln no.v a td on., Fir st., it

pr,ov1ded for - re-ee x'am ina t Lon t,o,; st r e nq t he n "inye:n'tp.rc:cmfidep.ce. in

the certainty of patent rights. Secondly, it p r ovided for ..a .new '

fee s t r uc t u r e. .to ,strengthen ,-th.e f.inanc ia.L r e sour ce s .of the... Patent

. Orefice. !'in"lly."it sought .to repl"cethe, ~6.:diHerentag,,,"cy

pol,ic.it:!E3 qp.,yes,ti,!"19,: ()r;pa~.~!lt"r ig,9-5.5., ip Gq'ler;nm~nt., f,uJ1 d e;d .zesearcb

with a single uniformnaHon,,1 po.lic.y.

~t isthis,laU"rthrust, th.e :uniformf"qera:tp"ten.tpoli",y:

that L will.concentrate on duringtheJ:,!,~"il1d"r of my time • The.

or ig inal proposal to r epl.ace .t1W 26 ."g"n",ypoli",J"s with a "i\lg:t" ,.:

national policy was successful only with respect to small
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bu s i n es.s ea Cl,!1:d no n-ep.rof Lt; cc;>ntr;c':lstp~s. Other c ont r a c t o r s e r e

still 'governeq by ,pre?iptl,~,:ageI"l,sy:,,:p-oli,cJ:~,!5~5.,F:'7r,tf}lfr, eyen t hou c r.

the uniform policy regarding large businesses was deleted in~

compr.om i se \t?J-th,the ,SeQa-te, there, :iE;"s,till Gl. per..c~.?~ v e d need for

s u c h. ?!:,'pp:~:iqy'w~th _r~9P~~~ ~<? __ ~a.~ge,:_:b~.~il,\~sse,s

now pending in the:·,Hou.se and Sena,te, t9::.:PFPYi d~:, .sucb .pro t e c t i on.. 6

B.e:fqr,:e ex,plaJniI"lg"t-l]e. ne~:::pr,oce:qur~p r e.La ted. ;to:the_"s,i.ngle

un if,orrn:"gqve,rQrnent :.patent policy" I would l--i ke f.i rs t ,to b r iefly, .
.- • ,', __ ,,, 'n ,..... ;" .. U'n" '",', , "":'''''' ,.- ,'-.'", ", ' ',' ,','" ,',

coYe:r,::,~xi-~tiT;lg,Gpvernl:'l'\;~n-:t:a9J:~ncypa,tgl}t policies arlo, how. ,:t"~eY",,.ork

i nvpr ac t i c.e. both wi t h., F,e~p:ect.t:Q small. bu s i nes s es and, ,non,:,"",pF-pJ,i

or g,~I'liza:t.io!1s:,and,:,Clls():,wAt~,,::respec,t,: t.o lat.ge:· })U~i~l:!;?5:7S",.,- Ithi nk

that.tMswill c::1arify· the often conflicting policies oLthe

Government-with, respect: to' vestingo:f pa t e n t . r:~ght,s"".and:ihi9h~ig_ht_

the difficulty in d ea Ld.nq w.l t h.ct.be Gqvep1ITl~!1t on .the se i s sue s .

Themos t, compr.eberisi ve promu.Lqa.t ion. _,of;/d:.h:~:,.:9o~er,nl:'l'\,~~t::;PCi~en,~;,

poli cY"', ',wa,s: :s,et f orth- by ;P~e?ident.~~D.r,=.dy", and,:, 1.S:,::t:t=.-~.,:,.m,ocV f_~,,~,?,: by

Presiden~)Nixon.,7

As, e xpLa Ln e d i-n. tJ:IE! }'r,€!§,~c1€!pt~"s:",~;tat,~!pent,. ,~:h.€!:: bas;ic.,pol.i,cy,_

of- t'he, .cov.e rnment ·-is t o, s:,ecu:r:E!i',:p-rJ.nc:ipl€!:,.-_,oF. exc.Lu siv.evrLq.ht s __ "

t h.rouqh ou t; ,:th,e:>:wo;r::ld .,to.', J nv e n t ions ,made,:, unde r .cont.ract;s. 9a1.~:iI"l.9:,

f or' ;"research, "or,' .d e.v eLopment.j- t'h,e;· -c.on t 1:' act.or -. 't. y-p~. 9.?JJY :::W9 uLd.

r e.cer v. e a n.orr-se x.c.L u s.iv.e- :l,j"c.e,n s.e, ':l:n:,-·C'er:t:,:.a Ln, __s.xca.p.t i~.on"a;.I, -

circumstances, the co n t r a c.to rioan. ·ac,g:u,i,:r-cE! g,:recat.€!;:r: ~,J,g,h.~:,Sf·

Ln c Ludi.nq-. t:i;t'l,e 1::o;)i nv.e nt.Ionsv -AIso.",-: ,wh,e.1:'€: .::tQe;,pqpJ:,~i:ic& i 5:.:;-i n a
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field 0 f tect1l10 logy wh~:re t h~{': dan£t a~2tdr'-11as"'adluin~'ct technIcal

competerice',t'hen tb~ COn t r a c t~o':r wbuTd':"ri6rm"al~1'Y"<'acqu i r e c.d t Le ,:£6

inventions";S

T 11 'e" P re s i "(~ie'-ri"t' I s s-'t:-'1'fe m~ n:f: ::-bif p';O:I', i'C"y';"c;i6 v'e:r"ris i i;,"'tJhe '

cohtr:a:ctl'ng'" kg/ency' ~o'es;;'nb't h'ave'~ri'''official .po l i cy , In ,practIce,

most 'Of the 'G'6'ver;nnl"erH: a'ge'ric'les:' have;::: their 'bwf1;~speciflc:,'poli:c-i,es

that prov"i'deti tie 'to: In:,;;,erif:l.brive{sts':; in "'t'ne ;"'Gov:e r-nm'erit ','uti'Te's:s a

we'Lv ar fs gra'n't~'d. C'ri"i:er:ra for 'gra'i{tir{ii'::'a';,,',waivei't' 'howev e r,

varLe s 'wrd~ly:o;fr:6m-:' agerrcY't~6 ·agEmcy. ':For -exam'plej"lhe::<De'pn"r'tmeri t

or'Dc~i'e:hse:wi:'i'i"; t~?pfc'a'1J..Y':·9rahf s ucfi-ra walv'~r '1f;"the con t r ao t o r

can 's'h:bw" any ;:8ommercl:~rrz'-a't'iol1 at"all;-" re'i':a't"i rig:: to:": the'; l'hveAt-ibh::

Th'e De pa r friie ri't':()f" E~I1"e':6;iy bas a. much 'mote reis tr-Tc,t-'i ve pol icy:>::lha:t:';

requfres,th::'e' c oritra c t o r to pr ov e he ba s r made a.i.sLq nif dc a n t;

contr i ou t ion fb':fhe:'furidiTIg fn' o r d e r to 'gual,ify f or v.the we'Lve r .

Th:e"'bepartini:h1f'of\En'er:gy; Uses' 13' feel's'-' to ere'tel-m'iile:, whether or hot

to::'grarrt':a':"r'l=q\{e!,:S't fo r an. advahCewaTver'~~::9 If";~~d1 'kd\i:a:nce' wafver

cannot be o b t a i ne d , it is p o s s i.b l e to request 'avwaiv e.rv-o nv a

ca:se-by-cas'e': ba'sLs , If th'e con t r e c t o r can show'fie hasT,:':a" be-tter

chance "o'f'c''Ommerc'lalizfng' the' ''invenff'o'ri:''':t:ha.,n' t:'h'e .qov.e rnme.nt ,;'the

waiver- i s:',:Tl:=k"eTY' to' be: g'r:an:te'd'."10'cI-t': ,shblild,be',noted, however,

t hat: 'the 'j;rr ac t Fce Of :se"eking patent: r.Lqht s "t'h-r.o uqh- .c a 'se'-by,:",,:cas',e

wa:i:Ve''r},::r::e-qu'Efs to's su bj e cts th.e. .co n.tr a.c.t; o.r. t o.cd ef.Ln i t e -. risks

reg':a::t~cn-ri9 futur'e'l'icerisin'g:: oppo'rt un Lti e s ~

'Is isappaienfthat 'whendealingCwHh a Governmental .aqency



on a: .r'e.s.e e r ch .con.tr aQ.t:~.' the, .coner.act.or. must :.mak~,a speci a I ef f.o rt;

in order to: ,retain', ;bi.tle,~ ,to:,.i'n\?:e,nt:i,ons:m,a<;le; 1JJld:~ r. .t;he con tract,

Thi{5::,requtr·!=,s ai.;patent sta·ffi'ami.l,iar \,?,i:th: Goye,rnm,~nt .poLi cLes and

wai vee: procedu.r:es';:anp,':,:ev,en:; __th~n",Jn .many: cq,ses,: :i:t;~, ':A:s ,n::<?t :" po 5S ,iq·~.e,

t o. get· a ',wa·:iv:er :f..rom ,',t::l1e· ag,en,cy •
.•........ .

The; 1 ar ge numbe r; o f : ddf of e r ,~n:t,": ag.~,,l:1t:;y::,:~r·~g;p laJJ.on,s ,0:-,?-O'9::. tl}~,

d Lf f er.errt.. and ;of,t',eO' .con.f.Ld ctI n.'g::",waLv:,e:r .p.r.oc edure S: ;'"W,e re pryi:m:a,r,'Y""

r ea s on.s.. he h-i.nd :the:' n.ew., :'l:eg,i,s.:l,a t i·Qn:.:,:+C,qng-!,.e,s.s:. ;:b..e.:l:Je:Y__e,d .,t:.1\a t.',n1;he,

myriad -of "gove,r:nmeot :".a9-enqy :regplat:Lons, pl:ayed g::;Ei.i:gn.ifJ.,ca;n~ ];",918:

in the, inabi};i ty: of ;,;,the;. 'Fe:der'al: .agencie!?:, to: deLi ve r n,ew,Jnven:tions

f r om-rthe __ ,r,esea.rch--a:nd,' dey.e1;OJ?ffi,e·n::t pppcg,r a,m,s) ;to. bl;l:e ;;mar:k'e:'t::: pLaqe.,

CongTes:s:"cci te d ,:a .mejor vceu ae: ::,0£:;' t.h i-s. ",f,ail,u'reas an ·~.neffec;ti::ye

p a t.ent "pol icy re q a rd.i n q o wne-rshI p ·Q.f p ote n.tLe-Lj-y .i mpor-ten.t;

d is.c o-c-s.r i e s:,an.d,:.:f'r om, i ts ::Lnvest'Lga,t'fon,',:co.nclud'ed t hat t·he:

'pr i va te ,'sec:t·o:r': n.e e d s mo re. .:protect:io,n-'-',fQr,.;.th.e,,,,,,t:ime~·and:,.,~f,f o.rt

ne:ed'e d :.- to ,.> d e ve Lop: and'commercializenew<'prod,uc ts: .:.t-ha;n is affor d e d

b yvno n-i e-x c Lu s Lve: Ld ce ns e a., T:his:formed':: t hevba s d s- for:':t'h:e

p rov Lsi-on: oot,:a:: .s-in q Le.. u n i, f orm -n atIon a L -po Ld cy. <in ,:::th~ :"or,ig:,i:na::t-:

ve.rsi.on .of :phe::l.eg Ls La.td onvt hat was .sub s e quent Ly en a c t ed- .as ,;,P..I..

96"517. For r.e aaons, IwilLnO.t,·dwell uponrbe r.e., .t.be ..'S.enatew.ould

not gO a Lo n qi wLthabolishing'alL of, ,the agency regulations in

fa "-0t·, o f' a 'sing l'e:':pa t e nt p'o'l:j cy ,.'.A:? .c'ompr omise:,::wa--s:te'ac-hed;

ho'weve't'"whichprov i'de'd 'the' siirig'le."lioric'Y for:<Sma'lT ou s ine.se'e's
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since t he r e v.was te -'per:suasive ,-'showing'that-, they:, had a parti'cul'ar,ly

d iff-i'c'ultt ime- -'in:d:ealirig'-wl t-h::the-d iffer,ent, agency r.u l e s ,..

The Legislative history bfPL96~'5l7shbws that und e r" '

eXlstlng"'agen'cy'p'r6c"edures'':~ b i'q-rbue.Inesses coul.d 'often negotiate' a

wa i ve r and thereby reta in title, while' sm'all,'bus'ihe:'s'ses' were

f o rc e d to 'accept:"a'c-on'trae-t:' on';atake~i1i or,,:'leave;;;;.lt basis. l l

Fur-:t'-h'e-r' ;,: ft"'was·:-ae',t'errni.>ned ~,th;a t,'· manyiof': :th'e,-'covernmen t'al.: agencte-s

in :'the '>past "had :rou.'ti'n-eTY:':r-equ-iredsnfal,T f.i r ms: t:o-gr,'ant L'Lc.e n se a

on background 'patents 'as' a'condition tOreceivirtg' a 'contract

caL'l i n:g fO'r>fe;sea"rch'~'12' As a<';tbn s'e:q,uen-ce"',' "sma IT tb u-aIne ss e s

avOfded Government; f un de'd 'r:e,search-:,'i'·':'pa:'rtl'c'ipating i-n. on.Ly- "about

3."4'% '·:dfsuch 6ind'ing.'-;13' Thi"s i,tas":"thou'g'ht 't.ochave van ev en more

sfgnl:.'f:ic'ant adverse impact-on innovation in: view of the fact that

scme s t ud i es !ia,,·e_:'shm·..~_'thabsmallbusinesse.s produce 24 t i rn.es a'S

many major' :innova'tions per' '<research dollar: as Larqe firrns:~,14

-Another probl em''considered 'cruci'aIvby Conq re s s t,e'1ates,:'to -the

d rf:fi c ul ty:': of ,:s'ma:ll'- bu s.r n e 5 s e'S' (in commercial i zing: an .i nv e n t.i.on .

For::'ex:ample'/ to d:evelop'::an "invention ';'it: 'has- beeh;-'esti-mabed::-'tha't::it

wi'fl-'reql.l'ire a.t:: Least 10 ,times --the expense:' as the::in'i tt'a:lr-es-ea-r:ch

fund in-g ~",Tur:the'ri, as pbin't-ed:o'u't-,:-':pr:e'vio-u'sl-y, it-;'i's-;-'-,very:d iff feul,t"

f ori sma'll':b'u:s:,inesge,st:.o obtra i.n: the ,':,necessary risk c,a-pitalwi thout

h a vd-nq. title.. to ,,the, invention ..T,h is po d r; twashighligh ted, .by,

t.e s.tdmony- befor-e the".science,'and T~qbJ1.ol:pgYC9rnJl'lit-,t,eewhe-r-e ..it:-:: was

pointed out that according to NASA representatives, contractors
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who wer e per:l}1~:t,t,ed: some. f ozm of exclus-ive right-seta, the Inven t i.ons

achieved comme r.c i.eLvappLi.c ati ion at,a rate approximate,ly.2,O. times

greater than that achieved where the agency did not grant

exclusive rights. In addition, a study by the Harbridge House on

comme.r.cLe Li.a.ation - of,: Government". financed research indicat;ed.that,

gove:rnment',,!3.uppor, t e d i n ve n ti()ns::.",er~". ut,,~l i~e9:?3J .a.:. r at s.. pL,~_?%;

across all a q e n c ie a bl.1.t:t:hattQe rate. doubled when,,~xc).us.i.ve

rights,:wer:e. left with,the"conmterC,~Cilgontfaptqr.,1S"

Rec o q nf zI ng~De." 'cr J,t:ica.l:" .-imP'C?r~ange,pr·,ye,.f>:t i):l~ exc 1usi v e.

r i gh ts in -1:De con t r ac tC:>1: •.~ ?1J?t:I.: f ur ther: r fa,99·gn~zi 1'1.9':' th,e:~sp~c i a,I., ,.-:-,ne,e,d!3:>

of small b u sine s se S',' and, ;Ilo,n7 PJ; 0 f ..~t, 9r:9 aJ).:i:z:5iJJ.().n S,' ,SP,!1<J r e ss

ooncen t r a t edv on .se cur iIlg, a uniform pa.t,e;ntpol.~..cY that prpyi,d,~;,~.,

exc l.us dveer Lqh t s to: small businesses ~,~J'ld.::.n.on7profi,1:" prg,~ni2i~tions.

These provisions are·jncl,udedin.PL,96-517.

-377-



Turni'ngnow s pecif i 6'ally" toPL96-517/ tWCluldli'keto

discuss some of fhe:slgrii'ficarit provis'l'ons':-ofthe,":F,ederal· P~t,e,n.t

Policy.

The -iegf~lati6:r11s: de';si'gnedto -p romo t e the ut i I'Lza t.Lon vand

corinne r cfi:ifizkti on': 0 f:' i riven t I ons :'·'rnade:'wfthithe Oover rime ri-f: I::S'SUppot e

to :encourag:e:"partic'ipation of smal1'er firms iri the: cov e rnment

resek'r:ch,-:"<a::ncf -:"d' ev~lbprri'~':n f p r QC ess:a'i1a:tO promo t e increased

cooperation and cor r obora t i onvbe tweeri the-nonprofit arid commerciaJ,

sec tor s ; It 'fs believeil by'Cong,,,ss t h a t these changes in the

GoveFnmelltpatent policy 'wHl' lead to' greater product i vityin the

U.8. ,creat'eecorrorirf'cg"rowi:h:', make >Go'vernmedil'" :rese:arch and

de~~i~1bpinent'-'c'Oh t"rabt'l"ng mOre-:':c6rrip~t-rtlve andvs t-i mu La t eva grea. ter

return bh:" 't'he{ resea'rch; fUl1dsi>e:xpe'Ilcled;. each year by the:Governrnent~

The new patent rights policy provisions of ' public law 96-517

are set out in a new Chapter 38 under Title 35 of the united

States Code, Sections 200 - 211. In summary, under this new

legislation, small businesses., universities and nonprofit

'organizations can take title to patentable inventions arising out

of Government financed research contracts under certain specific

conditions as outlined below:

1. They qualify as a small business or nonprofit

organization inaccordance with the legislationi 1 6
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2. The ..inventions .to which .they.c.an take title are.. those

whfch' -are conce dved cor fi rstactually:'i .reduced to: pr.ac t-ice.irvr suen t

to -a Gov--ernrnent:fi-nanced,research i:proje-cti17

'3~ ThaT:w'ithih;a:'reasonal:5l"e:~t'liT\'e,afbe'r t h e. i"t::->2nti6"Il--:;i':s'

made, the contractor takes three steps. First, he mT3t~<d-fsclb'se

it "to the Federal '-iclgendYCj : . se'condTy:,:::: he'::rrilfst~,'· elect::: 'to -r.e'tein title i

and t h i rdI y ,' :he-'rnust·ffle the:":'paterft 'appLi c'ati on von the invention'

with'i'n 'a reaaonabLe period of,'time'~ Otherwise', t-he -aqe ncyrw iLl,

take title. IS'

4. '-Thea-:g·:erfcy ,re:ta';'ins a ri orrex c Lu s i.v e r o y a u t yv f r e e ,

irrev6Cable:,"'::n'oritrarisfe-iiable Fice"nse :,to"pr'act:ice ithe' tnv:enti'on

thr6ugh6ut'the world.19

5. The:'Gove:tnment cariawaid-patent rightstd 'the>tndividllaT

inventor if the contractor does not elect to retain title. 20-

6~ The'<cont'r'a.'ct'ci't ,'rft'ay.,:be' -:'requ-ir:ed :,'by the aqerrcy ,to grant

license' Y'ight-s5':In arty fieTd :o'f use to:;-,a':::respons-ible,:l i c.ens,e,e,'

"~I ', to"achieve: 'prac t-ice.I u tiL'iza ti on of-" t.he' '-drive'ritlon>' within'

a r'ea's orrabLe time'fr'ame":- or:

Ii', to' a'llTev'ate',:health, or s"a-fety he'e:ds /'-e:tc\;' Th'e:g'e:"

'·"'arch~iil 'rL'ghtsmust:' b'f'jllstified·bY the'ageh'cy;·21

7; Thecontract6t. wh6'elIeCts t6reta·in title 'pur suantoto

thislegi'slati6n must 'agree that·'th" products ,using the' invention,

wilT be' made;>:ih:::"th-e:"Utril',ed:' St'ates-~' 'Be,-cefn',",? 'bowe!ov-er j' :dht',at-n'!:~';a:'

wa''i ve r:'-'df"-' th i'Ei-,r e'qulreme n t ~~u-rfd'Efr:' ::-a"t~>how:i':n'g"<t;h a:t;:'r:e'as:onablei'ibut-
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unsuccessful efforts' h av e been made: to: grant :'licenses':·ot·, similar

termS to potential licensees that ,"ould b.e likely to m.anufac t u r.e

substantially in theUnite.d S.tat.es .orth'!t un d e r .the

c ir c um stances, domes tic ma n.u fact; ur e",.ds n.p tC,0I!'1m e'F c i a,11 y

feasible. 22

8~ The~e is also pro vLs Lo n f o r . confi"de,nt:ia1:ity 0:£ t h e

c o.n t ra c.eo rt s . pLa n vf or u.t i.Liaa t i o n of:,the:,inv·ention,. It

spe'ci-fical1y b e-i n qr.po Ln t e d out',':that:,this',i:nforrna,tJ-9n is not;

subject to the freedom of information act disclosure. 23

I\nother·specific a s p s c t of the. legislation is that the

oont-r.actor wi;l<l':not:, ·be r equ Lred ,,:tor licE!·ns:€'!;J?,?~ ~9.t,C?:unp.:, ;E"aten:ts

unless a provision has been approved by the he ad ()r:-tht=':-':ag~p.cY:':.9Dq

a 'wr"itte.n- just,ificat,ion, b asibe e.n s.i q.ne d .b y -the'c,he,ad of:the

agency.24

In.summary the ne,"clegislation,.PL9~.,517proviOessmall

bu s i nes sesvor. nort...,profJt.:;',or'gan'ization .more p ro t ec t.Lon :,f:or::,,'t:l}l3'

time ':andeffqf:,t· .ne.ed e d- to :deye,lop'an9·:.cP.mmercial:ize new produc t s

. by giving them the right to take title",t.o;-inventions .arLs Lnq out

of covernmsn t' fi n_a,n~ed,:rE!search;-a.!1,C:] de ve-I..pprnen,t:,,: con t r ac t s . prov ided

they meet.th.e ...speC,ifie<'lpro.visions. o~the legislation. This is in

d Lr-e c t; contir as't; .to past FeOera'l.p,!.ten.t poLicLe svwb Lch- require

contr a cto.r S.to ..a llo,",.the.f.uno i·ng ag.ency.too,"l) any: .Patel)table

d i.s co;v;,e)r~i-:e s, 'ffi:a.d"e,' <:,und,eJ::,:,::r e;s,earch -:.:,an,d ';dev,e.1oprneI),.t':suppor. tEc!d: by.' tpe

Fed e.r aT ::::Go.v~e:r,'n-me rrt -un le;s:s,::::;,t':h.e.contr.ac t:. o ~ ,::, ,C 9J.l:l.q :.suc9c .~ ssf ul, ~ 't·:
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complete the lengthy waiverprbcedtires justifying why patent

rights s hou Ldrbe left tbthe inventor. It is believed that this

change in the Federal patent policy wi Ll, promote utilization and

commercialization of inventions made with Government.,support and

SP~C'if~c.a];),ywf~l encour aqe participat1ori'bf smal1er"fltrris in the
- ,."~".."""".",~ ..,.+"".-,-,,,.~<~ ".'T" -,""-",,'."""'0. --"~'Vi·'Cd"'7',n., ..,.",,,.,""""'< "'_c'~"'"·."'''''·'~''-_'''.'"·",··,~,,=,,.~.w.'''_.'·'._''_'"','=',''' ~",~-" __,~:.",,,,.,~.' ..~".'''''''_'"' ...,,,.,,,~,:_~,,,,,}-

Government R&D process andtp r cmote' irlcrei3.'§ed":c'6op,er n

a l i o n an-d

corrObb'tation:b'e'tw'een"'£he'n6I1'pE6'f i t'a'n:a::cqJrimerci?l ':::secEdrji. I t is

also believed that the newF"der"l l'."tent Policy will stem the

steady decline in the number of patentable ~nv~nt~o~s made under

fe~e,r,.a,ll:ysu:pP?~~,ed re se a r c h and that the.-resul~ing increased

tedti'n'olb:g ic:a1"'fnndvition'will provide>a 'pos! tiv-e;-i~fl\i~nde on the

nation's economic growth.
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1:,;,_ Preface~

The positive introduction of techn6log; fro~' a.d~~r{c~d'

countries,' .has hrough t ,Japan,'to" CI.:l:.~phI10:l;.tJgical,level"equal

to::t1J.~;advanc~4:couIltri,e,s.. '1iC?\'leY~I;,,~ .i.t; :wi;l:t be" diffi.cult

future, ~unles.?' J,qpan als,<>"ha~.",,~qlJ.le,~,ecl1:nc:>;~P9'¥; 1;:9;"o:l:'fe1;, in

return. ThE;!ref()re,- indep~:n,d.~.!1.;~,:teql1po19gi<:,al::"deyelopment

has.ibeen adYtJ,qCl.~e,d in,:r?pC!;n in I;~cent,:ye.ars:-;an_dthe

Government has worked out s.9n:t~:,lt1~,a_sures::,,1;:e:pI:"0m'?t;'7:"t~ch

,l'1P:L0g y..',t:o: cPP!2! w:i;t,h th~",;;~I1_C;t:'eCisi:.~9: c.o.xp.p,~:t~~;,},9Il:, Ln.:;t~s':hno

',; ,.1ogj.C,a:J." ': cl~y:elqp~~.nt under :,:tp.~: ,~,lqg,Cl.Il:, :::-~~th~,;, .::~,t:a:t~,.0Il "the

basis, 9f·t:echnpl~ogy:n.,

There have been c r.it.i.cd sms. CiH:Ci:,il?:,f:i,:t:. tl~.e,"~_~,9-,e:;,~I;~;9 ;.;,,~d9.p;i::,ed

by;"t:h~>:C;o.Y~:I:'IlIl1eIl:t:" ~Jt· ,,:~,~::r:rn,~' '.9t::, ,:,,;th~,(pal:'t,l?:,~:;:.s.h~p:c1?E! ..t:,~,~¢:g,

,C3:o.:ve+:I1In~n_t;,:and-; ·PE!_op~.e,;.,,'; "1;$l;,shownj; in .'tl1e",;;ast'?:c~~~.~ ,::t:~.l;>:+.es

.fqI::- eXClIll,pl:e",:tJ}(it:;_:_Gqye,:r:n~E!A:t \EiJ, ,::f;.h:~1iE! L,.o::E; ~;the: 1;:~:~,<?::~; ;:,~E.=§E!.;arch

and deyel.opment expenses. ,;.in,;q:ap'ar~,)isj::2.I%.iT ,"wl1.i:C:,J} i:s..",!fgr

:lowe:r.r:·tha:n;,,:,i:h-c;t ..in';~El.lrope rand. tArnE3rl'G.a ;:;:'Wl1,i;~c,h ;avera,,g;e$'

,app.I:'o::K:i,l().,a~t-e::ly :::5.q:!!;:.' 1'1.Q:repV?.I.'''l'': :.l1.pw ,\1t.i1e,,·:::a;cl~-:i,~'y~.,q::.:l.7:~§l~J:.t;S

(patents, etc.) of research and :4ev,eloprnent':IO;"nanc';d':by

d::the.., GO:V:~Fnme,nt ::.q:re,' )l:a,nql~cj;.::.i's..;::nqi;'; a::lW.a,y$· ','i.;:p .i:11'~ Q~~:',t~;

;.i..n:-t~re !:j:t .:9t,,<~h,epl:'i;va:tE3': .company .concerned :,:~eC.;l,1Js..E3 ..... ;g1:. <~is

no::t,:: 'y,~_]7:Y:: w,~:ll 'P.:rP,t~c:::t~qi w:~~qh __ ::w__i:l~, J?,6; d:.}:,:§i;Cll,-?;l?)~q ,:,l~at~,r.

/Cl1:~ 5;:: ,p:p:C4IO:en~. :~P.tFgB;}l·S:~.~· :tll~:~ 9~F,r,:eD: t; ::>~,~.-t::¥:,~;~,i9I:l, ,;~.~:",.;J;4pan

'C;9:n,CE!pp:~,p:gJlqW ';,"I:::he; ,,~~h:ie;v:eq: '::~~.~ ~J.__;t:s ~,}~fthe:,Gov;e±:nme:-nt

financed technological development ~~~:' :h.aJid.l~.~: ;W',i th".'

respect to the licensing problem, which is the task of

; ;t"J.ii:~:::C6~it:~~e •
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n. Outline of Government Contributions to R&D and.vHandLi.nq.

of Results of R&D

Mea.Sli'ies promoted by the' Government 'for': te'chnological

'research and vdeve Jopinerrc 'by priva'te companLescLne Lude

grantiri,g :'subs'idies,:'fdi' ,'reserar-chvand 'developrrient,'favor

abIe" tax benef1 ts' :'toccnILpensate"forthe', cost,'bfrese'arch

"and 'dt§:velopment'aric1'Tnst'a'lla.tidrf':,'of equipme'Ilt, arid special

measures:'f6ifinariCirig: th:e 'dolllltlerciali'zation of "'new':

't'echno'16gy' arid -new :pr()cludEs:.

-oIi.'..,th'e' dthe:i' harid'; the:'G()v'erhmeiit carr rerrte r- i'ritci':'colitract

::,c::for"-resear.'cli' arid idevefopment; wTth piiva,te "cbmpanies',:'which

is another form of Government contribution ;to:reasearch

"a:rid"de~ieT6:pme-ht by priVate-, compaIli'e's:,.:"

GenerallyiiGdvernment'participatioh in techndlog±ca.l

re'search':and-"development, ,by :::privaue :- compan.i.es 'from: -'the

'sta.ndpoint of· ;fUridsha.ring .da.n be r6ughlydivided into the

types Hstedbeilow '(see' the'attac:hed'tabTes) ,;a.nd the

achieved resu'l'ts ,:'a.re' 'handled"a,ccc>rdin:g't6'each.':type-"o'f

participationthc:ugh therema.Y'be slight differences in

:,lirid-iv-idtia'l':~R"&::':D····ca's'es~

Since the objec':bive of". this'·doctirnent"':is:to':,repcirt::; on··the

achieved CiesUltsoftechnold1jicaTdevelopmentin'which the

G(jver,nment:',:has· partfdipat:ed'}' desc'r±ptlOils' of":' spec::ia:T

'financial' me'(iEhiies' i""such' as'i:'::favbr~ble:,:'t:ax benerfitS:< -and

firianding' 'the' '<mere '-'COriurle:rci~'alIz(ft'i'orfio'f -·'l1.ew'techriblogy

(1) Promoting research and developmentth~oughgrarting

subsidies
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million) .

fiscal 1980 = ¥180 million)

Trade and Ind.,;" t.ry

"Subsidy for scientific

"Subsidy for important technical

IlS ubsidy for technical research and

(MITI) :

MITI:

Ministry of ~ransport:

The achiev~d r~sul~sof a research ~nd developrn~nt

tie chni.caL application research II (Budget for

1980 = ¥2,700 million)

research and development" (Budget for fiscal

fiscal 1980 = ¥7,100 million)

scientific testing and research" (Budget for

Ministry o~ Health and Welfare: "Subsidy for

improvement" (Budget for fiscal 1980 = ¥1,000

By grariting subsidies ,:the'Gdvernmen t:<:can ,:promote

-389-

the following.

carnpanies. Ava±'LabLe 'Gbverru:nentsubsidi'es' 'include

research ahd"developrnentprbjects by private

project subsidized by the Gover,:ment belong to the

private company concer~ed and the company may utilize
.., .' " ..... .' ,'.. - -- ..., .. --; - ..

them freely, since the proj ect was manaqed by the

company ang. the, ,~overnrnent subsidy. "oJ}~X c:e~e:r.-e~,part

of the total cost. However, if _,t,~e,,_l?ro,je:ct,is in

the I>tlblicint~r:~~t" sU~h.<3:s env~rcnmer:1_t~~,.pr()~~ct.ion

the subsidized company. mu~~~~~nt a li~e,ns~ to a

.,~t~ird pa:r:ty a,s ~?,struc~~..~b~ __ ,the Gover~~~t~

On the other h~nd when~he research and qeveloprnent

was succesl:i;ful" :th,e sUl:>si~,ized comI?any is Li.abLe to

refund to the Government all or part of the subsidy



·'according to , the-- amount..rof profit,madetl1:roug:.h

utilization of the, r-ea.u Lts. Government; appxoveL is

also :required:for disposing pf,a,nyequiprne:Ilt,aqquired

with the subsidy.

(2) Government-supported research and development under-

taken by private companies

In this case, the Government enters into 'contract for

research and development'with private companies and

bears all expenses required to achieve the designated

research goals, and the contracting company'under-

takes the research and development using the Govern

ment grant. This method is adopted for highly
<":,:,:"",,,' ,';,,',",:,-- "" ", ,

important'technological d~v~lopment projects from the

standpoint of natL~na.l;intere'st. Typicaf"exarnples
:<'.':':'::'..'" ~:',>':,",-! -,:,";':'; ",',

are the National Research' and' Deve'lopment Program

(known as the Large-Scale Project: budget for fiscal

1980 = ¥ll. 4 billion) and' the New Energy Technical

"De:~:~lopment:sys'f~'~''",(k~;own as "tli~::~:~nsii~fne ProJe ct; :

budget for fiscal '19'80 = ¥3, 200 million), both 'of

which are sponsored by MITI.

'''SInce' the dovernroe~t:"be~r:s ail expense'$:\i~'q:ui~~'~for

;'resear6b ~~g':"de~"el~'J?~ent;,;the\~6hi~~eJ:(~'esuft~ "belOng

';"to"';the ':'d6ve:inni~~t, ariJ";~h~':(:~ontri~'~ing company 'lias to

':p~§ '-;ibyiit::ie"s';:'~h.en utflLzing't'hem because <£h'e ~~'hiev

~d re~riit'~' are nati;6n~:f'pr~perty<

~pediai! corpoi~ti~ri~ such as the R~sear~h Devei~~ment

Corporati.or(:'oi'Japan aiid';;th~' Smaller Enterprise
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Prom9tioll TFad.~ l}?~o,ciation, whic~: a!."e" ,1=!:".eCitedas

Government. aqencdes , In ,tl:'1is,ca~.e, J.l:IE3-. achLeved

res,ul,ts of the resear,ch ap,d, de;y_el<?Plm~ni:., l11aY,b,e", .owned

j o i.rrt.Ly by:_the p'r+:I;lc:;:i.p~1 'Cindj~1},~:poIltrCic:1:8F,pr,the

~on,t,ract.orrnay,_be.gra,Ilte.dfre.e"li~e;.n.se""Vlh~Ilth~

p,Finpip;al ,ta,k,es OVl?rthe;"ac~~eyed.<results.. That is,

haridLi.nq. ,the a,chieY,ed r,e;Slll"tS .i,n .ch.i.s case is rather

'f~~xib~e if there are no restrictions i~~ose;q:on

-q9v~Ip~~~~:pr9peI~Y~

(3) Research and 'development sponsored by pri';ate

companies

rh" cbnf:.r'~s't t::6th~~~:~xa'~I?ie~'- given in il:errl(''<'2l above,

private companies"'hlai:~oineti'mes'hear ;a:li':::"~i';:p:a~'t of

research costs and sponsor research and development

by aGo:~'~'~~e'n;t':}'~s'~;~'~c'tri:hs;ti'htii~"~8~':;a: "nati6n.a'1

l:lp.i,versiJ,Y·, ,w.l1.igh ,is, aLs o Cl_:lc:i.n~"9,f: .,qp'yl?rI1Il118n;t:·;:pa:r:-t:-~,

cLpa.t.Lon , in i;.~·9hnp}·5),gi;c:a,l:,?ey~loPJ:r1~I1t".:Jo:r;':R:r:i~Ci1::~'

.cS?~pan,ie;:~;~ ,InthJ£?; PCiS'~',1 -.tul~.i,)<~",the re~.~arch .and

~ev~,:L0p~EH;I,~;by;.;corrtract; de~~rip.e;q" i,I1 item, ;(;2) :'~1JqX~'(;

tPe.:. a,chieved,;esul,.t,sdo ,:'~9.t.; ,:l?~;Q.!9ng::J:o:,::t:.h~;';prJv~,t~~,:: j

cpmPCiI1Y wp.,?-c:h;--:pea:r,;?::t:,h.~,:: coscs. :.pu;t ,~t.p:; the""res,ea:r;ch

institute (the Government) ~ The company as aSP9A~9r

is only given preference in use of the achieved

resuits;~

(4) Joint research and development

Sometimes a national research institute ~~d' a pri~ate

company share expenses ana""b:~fh-:·'~~ppiy-;i:esear~hers to

w8fk> e1 thei"j'8IriflY oi::~e'pci;at~lY'~ on a comm~K'<~roject.

~,~91-



basis. They maybeowne'd by' 'one pa.rfy'''or-6wried

jointly" by both "parti:e's, 'taktn'g<into c-b'ilsJ..dE:!'ration

the amount dl'inort~y 'ar{d personnelc6ntribub~d'~ If it

is decided that on'IY"'one"p'arty', ahou jd b~n'-the:i:ichiev

~edresuTt's, theO'the'r" 'par'ty {s' given:" a prefereIltial

license. Hit ':Lsde'c!:i.dedtl1il.t 'fJlepaterit should be

;hwned"j'dintIy", 'by''-bo,th:'-pa'l:''ties ,the pr.f. vate company

having participated in the rcsc6.:ich - and" development

may be held Li.abLe for r,?y~,~:tipG _:to the Gov~:r-!lment,

taking into consideration the fact that a national

r::esj2:r.ch"~,:nst_~:tut~,,~~e,~ not; _pr0:E,~ t l:>Y selling__ pat.errced

products like privat""ompanies,

ill. Examples.,,, ,.,of Promoting R&D. by Government Grant,.,s
, "",,' --: ","", ,:,", '-",: ,'''! -"",' , ,",",':,,',"-' ,':",,,"'-';""', ,-.-',': -",

'Thi's:-chapte'!·'a.e-sc~fbes'-rE:!s'eal:'ch' a'nd 'dev~'-iopirlEkri,t'~ subsidized

by 'Governmerii:"grants",~ ';'1:he:':'La~ge-:"'S'ckte'''; P-ro j ecc' 'anc~f'r~search

and ::deveI6piTIeIli p'r6inot~d:- 'by Res'e'arch De'\Telopulent"C'Orpora

Hohof Japan. Of the four types of Governmehi:C'participa

tiori i'n ':reseafch",and'::de've16pme'n:-t '6b.tl'ined' in the':'p'receding

chaptiex, 'these' art='the rri6s't'::im:i?6rt:aht':and~-'the rrlosf<widely

(1) Subsidy for Important Technological Research. and

Developments

Generally, the Government (MITI) assists private

cornp~~~~s in the~r i~Fo~~an~ te~~~9log~q~+ r~~~~rch

--'392-
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and development by granting subsidies to':cover'part

of the total costs. A total of approximately ¥46.4

billion had been granted to a total 4,284 projects

by fiscal 19.80.

to

the stage of research and development including

basic research, app~ication research, development for

commercialization and ~rial production for practical

use.. qUbsidies,are qr-antied after checking the tech

nological capability and finances of the applicant

in accordance with the regulations for granting sub-

sidies announced the Ministry of International

Trade and Industry in January of each,year~ In prin

cipl~, subsidies granted are limited to uP,to one

half of the total costs required by the subsidized

company to accomplish 'the proposedr·res'scit(:::h', l'nclud

ing direct. 'la.bor'costs(pay arl.a'allowances:'for

rekse~rch' pe:tsbriIielJ ','a.rid e#erises;'foi-'" creating' "compu

ter programs, and so forth required for thei':'re'search,

in additiO!{to expenses •for :Lnstalling equipment

(includ:Lrigthe assoC:Latedequipm",nf arid facilities)

and:;£o'r::ma.terial and pai-ts:~

driginally':grants \iiEe'·:awardedto} rela.t:iv:ely large

sC:"le·tecl"lnolog:Lcal development; proj·ecfs for which

the'::'sUbsidY"'gra:rl.ted per case'ex'Cee'ded--'¥lO' million ..

However I the Subsidy for Techriic'ar'-'Rf:!se'a.rch and

Improvement, is also avai LaoLe. for, re,lativ~ly: srnalI

scale p.roject.s. (subsidi~s granted "pi=,!r'. case range from

¥3 to ¥12 million) undertaken by medium or small-scale
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companies.

2) Handling the achieved results

The results achieved from research and development

for which a Government subsidy has'bean'granted be-

long to the subsidized company concerned and can be

used freely" by the company.

However, if the research and development project is

related to environmental protection or safety meas

ures, the Government reserves the right' "to disclosed

th~;~~hieved results in orde'r: to' :b~:;'~ti{i.'z~d'bY the

general public.

Moreover, if the

sUbsidizedcompa~ymust' give a 'iicense 'to a.third

party after consultations on terms and conditions.

3)l1.efundinggraIlts

AII:.;- 0l:':,p,a,rt..of. subsLdd.es .g:r9:p.~e4<-::tg, p r i,va~~ ~''?D1panies

<.ITlU?1;._bE3.:r,~f'~:[19-e4:,;tp -',' :'t:flE3 q()y"er~Il1¥Il:l:: aLn _,; tl},t:!, '>: ~,9± J.pwing

;0 .9Cise,g" ,;

·:·1it,~ -In th~:·, ca§~,o:!= CiPpl~SCi~~p~;;,r~E;e~x;chand

o:r~S~P.:t:'Cl).i ~(J:r ;t:r:~a~,:.,p:r:()4~qi:i.0l!:,f: ,-',wJ:J,~n: ~the

Government finds that Erofi ts ,(including
< ,,' • .-, "",', .- ,,,,,,,' ,', ",.', .",,",," .,'0---, ,,',.

prof:its from,s~11i,ng"prod}.lc1:?l.and r9yalties

fr9Ittl?F:~~~t~J,;c>,Cir~,'-};)~iI1g rnCide(:_~~:thi.I1,': a "PE~c1e

t~rmiIle~:,: per i.od.. of .time e~t,~r:.cC)I9l?~~~i.0Il:""of

the development.

B'): Th'· :the,'cas'e', of·:.,testiIl9 for:: industrialization,
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Government finds that the p~9po$ep research

::: ,,?,ItCl,: .dE;!;yeloP¥1E;!;"-~t_,l1aye, beeri _~uc,c_eEis.f,}.ll,.

deve.Lopment.. .for., ,comrn~rcia1iz.ationr:,.When the

cc395-

In either case, the achieved results including the

the achieved results

Research and de~~lopment ~~der this project may be

system, are currently being resear.ched anq':,dE3.yeloped_

projects, adrrdni.s t.zat.icn , manaqemerrt., and ..evaLuat.Lcn

One fea~l1re at:;_th.~}3;'l?:rp,jec:t,:;i:-s_-:::tl1fi:tthe,_Gq~~F~entis

invalved- in, ,-selepting,,::;the:"re,se,_Ci.:t",qh",p..n,d, deveLopment;

and ,wi:t:h a~l_;fj~!1~I1c:ing:,Pl?avid~Ci bY:"the ;J~C?y~rn~ent_

opment; 'PI:pject:s :wh~qh :Cl.~~':,Lmport.an t; .nat.LonaLLy, wi th

;tp:~ _c()qpe}.;a;-ti()n ofvLrrdua t.r-LaL and acadenuc. .cd.ncLe s

p:rqn1:9.;te:large"~Fale. tepM.<?logica1: r-eaeerch .and deve1-

of Industrial Science and Technology) to actively

':wh:i:-sp. ":-,.s·llCl'!",fiS ,,, ,·jt=:,t, eng,i:nes ~9:r':~~:r;c;XCl~;t, ·,C?Et:;ipal

D1ea:~llr~D1~n:t' 03p9"cont:rq:I;.,'", and s@se.a_,oi)::p,:roCi:uqtion

, qf the projects .

This,project, has been aI'l'lie,d to ,l8proj,:,,,t,,, 9 of

,':- :"".,,T:'·:';'>': ,,:',-'::';:: •... :'::: :'.:":.''.',: .{""::
undertaken by an affiliated research laboratory or

ins:~itute und~(~ the A~ency:·'~-fiIld~s~ri~l"sci~'~ceand

"'fech.nol09y or ma.~::be cont'r~ct~d"::by a pri'~~;te company ,

.~,',Th~::,r..a:rg§!::S C:.Cl~~. .::proj.,=c:t",.iIl:a:t.l,g\1:r;ated.:.JI;1. ': 196,,6 '",i 5

in:teJ:'lded:; by_the ~9Y~F:qrnt=~:t (i,n,;this,:,~Cls;~i.; the, Agency

,:p Outline

(2) Nati'onal Research and Developme;'t Program (Large-



industri'a'lp'rOpe:rtysuch' aspatenb;;':a;nd know-how

bel'ong to':theGoverhmeht arid are pla.ced under Govern

ment dispbsltion '.3:nd manaqamerrt ;" 'Therefo're, all

"pa,tentE; and know-how al,ready 0YV'l1ed b~{, the C9n~l,='act::in~

company may be confirmed and sealed up,in advance so

that they can be clearly distinguished from the

results that may be achieved from the research:and

deveIopment; Kri6w~how t:o"':be plahed:"under'>the":Govern

;:'meri't df'sp6sitio'n1!J dcH::figrib.-t6'a:' by the: Ot'iectbr' of the

Agency 'hf ::tiiaJs'ti:La:f Sci'cncc;'b.h:a T'echhblogy" frOm the

result5:''-that aie~cd:ntJti.ried: iil' the . 'R:,&:' ,n ;',"repb'rt L

AS. :",the 'Goverrime:Il't?:'b'e:comes the ,sole.- oWIlen:"bf,';i:ill

a:dhieVed":ila'sults', frO'nl' "the r'esearch' -aridedeveLopmerrt.

projec'ts I'e'veii' the'c6inpariy:'erigagedin:' the -'proJect

must}, if":·i't,de.s'ire:s 'to: :utflizEf:the. resu]}ts; make a

-',llcen'5e agreetRe'ritwfth",':"and' 'paY:'·'t:Oyalt±es', 'to-,' 'the

Anonerous license may be granted':tb' ;a,":t.hii"d' p'arty

'-'providlng:that 'a.: liC'ense' confozms tb>'iridustr'ial

pol.i.cy 'a'rid"reqriire:ment 'fbi" publ,ic 'weTf-a're,,'a.nd 'that

the<applicarit'has both' thetec:hnic:alarid<firianCial

means,

The Japan Industrial Technology Association has been

founded to i~sue licenses to popularize and apply

the achieved results from the Large-scale P~oject

of Indllstrial
,wee

Science and ~~c~nologyarid other Governmentag~ncies.
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(3} IF I< D proinoted'by'Researc:hDeV,'lopineiit Corporation of

Japan

I} Outline

A fully Government-financed special ,corporation call-

founded in 1961 for promoting the development of new

technqlogy by private companies. This Corporation

gathers uncomrnercialized results achieved from

research and development projects,covering all tech

nological fields. ~rom universi~ies and pUblic

laboratories and institutes as new technological

deveLopment.s • The, Copor at.Lon sele,p_~.s new technolo-

", 9ies,in,wh;ch the company concerned would like to

co~ercialize but are afraid of the risks involved

and finances the whole developmen,t }inclllding the

cost of equipment"I?ersonnel and., materials) • The

cost of ,d~yeloPIl1ent must be". re,funded t.o the, C~J:pora

tion if the deveLopmerit; is auccess rul '. but need not

be refunded if the development fails. In the, case of

,fa~lure, hqwever, the, acqui.zed ~qu~pm~n~ mu!?t be

~ turnE1'dyver t? the, C;:()rl?~:r'3:tion. I!P ,tp fiscal 1980 t

there have been 131 successful development projects

and 19 failures. A total of ¥4,700 million was

granted to 11 development projects during fiscal

1980.

2) Handling the achie~ed resul~s

Patents, and so.on which are, the achieved re~ultsof
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com-

private companies new

'-'--'--, -- ,'-' ," , ,_ .. ', ,', ,',

the sales of the commercialized products.

licensing and transferring

according

:<.., .. :.....',.. :.' .....,... '.:J.>,.. ',' .. ,
technology or'patents which can easily be comm~rcial-

ized as well as the results acbLeved from the above

i-e:~'earch 'andd~Ve'f~prit~'~E pr~j~cf~.

A t6t~.i o:f~'i44' .. ~~ses·li.ad been referred to 19

panies hI' the end of fiscal 1geo, of which 27

the deveLopmerit; projects promoted: .by the .Co rpor-ee i on

are owned jointly by the Corporation and the. .con-

tracting company (or owned jointly by three parties

including the original owner of the uncommercialized

results). The ~~ritracting company is generally

authori z~:dt~':; 'h'Jve the ':"~i'gl~si:Ve ri~h'{-for seiling

th'; patented pr';dUC~S resulting fr'om the development

project for three y~~;s'on'the conditi6~'that the

contracting ccmpany pays the Corporat.lon rOynl t:i?s

In addi'tion t~::1:.he--'~bove-mentioned:reseai~h':and

d~v~ibpmeI1t,the corpor'aticm'is also engaged "in

-3~8-

cases were referred to 30' companies during fiscal

t9ffo. The C6rporati'bi1·~lso iri£foduc~~·:-:new industrial

Eechnolo9YtoOEh~rbounEri~s through its publicity

ina'g~:z'ine :';Industri'~f'~~ghAglogyAV~iiable :f~~m Japan. 1I

financed R&D

ical development assist~d:!by~"i:h~'''G6v~irim~rit~rid';'fh~

"sp'e'ci'cii' horp6i:&ti~~>~rid""~H.v~h-' ~:iafupl~~ 6f"'handlirig'the



results achieved f.r;-or~l<the,m..

Ass,i~ta:nce--giVep ,by::,~h~:.}~oy'e~;Illtl,E?,nt. ~1;U'i0':l9h>'9":r:~~ting sub

sAdies,:.:i.f?-".c:qndi_tioI1:~l'an~.,:-J,n,,t,he,:..c~s,~, of .contr-act; for

r~s'e,Cl,rch,c3:nCl: gey§lPJ?rne.~t, .:the ,c,9I?:t;aqi;.i.ng company has no

c.ont:r;ol::ov:er, ,the: .acni.eved results ?-Qq,J~ :r~q'9-il:'ed to pay

.roza.lti,§s -:,:!:Q.r,,:aI1Y, ,:utiliz~t.ion.:

The .pod.nt; . isth_at-th~;:coI1l,paI1y"concerned does not; always

benefi, t .from the.se. met.hods,

Especially in the case of research a,nd,:Al.eye19prnent by

Gon:t.'rac;t:"rnet,hqd,: ,it, has:l?ee.n :':Cisked ,whether \: :t.;l1e,:, Government

shouLdruncondi.taonaLjy gain. all right" •. to••the .•... achieved

.r:esu,lts<:mer.e·1y baoause i,t;bears all >E:!)cPeI1se§;:required for

a, 'res,earch .,..,and:g,eV~)c9pme.I1t',Brojes=:t:i:; Ci.t:lfL,whe:l:her the

cOIUpaIlYrth",tactualJ,y e ccompLi.ahed the· research and devel

·oprn§nt ::·S:l:lpU);,q;, -p,ay,,::rqyi;1,:!.::tJ,es .'::1:9 'I:1!e' G()yernn:teIlt,~ One argu

ment",:;i:n ~av.o.:r; :-p,f ',/t:~/e c.c9,ntra<::.t.~ng:c:qII1P?-ny:,c9:p.c:e;rned is that

-it,ha:s"a,ccumulated i,.ndtls,·:t.,J;'~al eXPel:"ti§e'::§9,: far"and can

pCiJ;',ry:,qut.-,re§§ar;,cg arid ;,deve,lqpment:,p:r;ojec:ted,:by the

Government';on :,the basi.sjof -:,its,,::exper:ti~e~., . Th,a.t is, the

··results: would not; have ,oeen:"achieved:;without the accumu

Lat.ed ;,exper,tis.e :::.of;:the. oorrt.nac t.Lnqvcompany ,

"Therefore,' Jall:,Lcontributions :"by,- th.e::.company- :contracting for

"-::r:ese,arch".'and .ideveLopmerrcishouLd bei.eveLuacedvand due con

-sLde.rat.i.on ,g:iven <to '":Q.and,ling:,,the\,resl,l1tsi,:.:achieyed. Such

cons,iderations::::h:ave, .howeveri'c"not·:::.been .made. for handling

,the .:resuTt:s .-achi,eved: fr.om:::research:,anq.,· development by

using contract method, and this has been>cr~.:t:icised

because it reduces the incentive of the private company
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participating in the 'project.

There"is also the ' 'problem for research"workers"engaged in

research and 'development ·'from the ,;,standpoint ~'of protecting

the::inventors,"where-the ''GOvernment uriila'teralTy and

iincondd,£ion:ally'gaiIl's alT:rlghtsto,l-nventions'.

Given this situation." to promote research::arid'development,

i:t is most :importan't :~t'6:set :forth'condit'fonswhich will

stimulate private compari;i~sas,::wetlas'wo'ik:ers to carry

out,research.

Under the slogan of 'establishing the state on the basis of

technology,n'/-the ~'Gover:rirtLent 'cjf<Japan is',:,to t.ake new meas

"ur'es fbr'c::the "prornbti6n;'Oftechri'6togi~ ",These are known as

the') basic technoTOgy"developrnerit,::,'system-foi' industries

Ln: the,:,coritiilg,'·ge'l1erat10ri;: sponsozed 'by;''MITT':'arid' the

creative 'science arid techno'logy'promoti'on;pro'jectispon

'sbred'by science and Techriolbgy Agency. They have just

'v-nee 5tartedin'::an attempt 'be furthei";research and devel

opmemt:::'of':basic:'an.d:origirlaT indtist·riaI "technology in

which Japan' is behind Europ'e "·'and':America<"

It is l'ioped:,:,"in these new ,:systerns,;that due consideration

wiil be.given',to::'the'preblerris:as 'discuss'ed'·above to

stimulate:, companfescand ::wOrker-s; ~:involved "in" technological

-deveLopment.: proj ects:iand ·',to';,more effectively .aocomplish

'the;:aims-'of Goveiriment";'proj:ected research :and: development,

so '~': that·"the; Government/" '-~the .companf.es vconce.rned. the

-.inventors i,:";,; and'·::the :,conuriunity":'cari::a-l-l :.:bene:f-it. <,,,,from such
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1

ATTACHMENT' ( , )

l

" Table 1: Utilization and sharing .reeee of research expenses of major councr i.ea

,
.. .. :--:(~nit: 'ill

~bSSif~- Utili:utioll rate
.

Sharing tate . I, ....',
~

Noii:;;ptoUi: ""'Nutl"'pto-f il:' ~~,

co;,nrry('year ,', Univenitie 'Universitie "'.m•• !, Industry Government
~e:~~~~:e9 ece , Industry,. Government research

institutes etc_

'! Japan ( 1971) 65.2 13.1 2;2 19.5 65.8:: 27.4 0.3 __ 6.3 0.1

Japan ( 1918) : 64.2 13.6 2.3 20.0 65.0 28.0 0.'
,

6.' 0.1

Japan ( 1979) 65.3 13.3 I ';9 - 19.5 65.9 27.7 0.3', 6.0 ,- 0.1

j U.:S.A. ( 1977) 69.6 14.3 3:5 12.6 4.5.8 50.6 ;.' 2.0 '.. -
, U.S.A. ( 1978) , 69.2 14.3 3:5 13.0 46.5 49.8 1:.( - 2.1 . -
, . adtain ( 1975) 62.7 26.6 2:4 '8.4 40.8 51.7 1.6"::' 1.1 '.9

"est ( 1917) : 68.4 15.2 0.2 16.2 55.6,_ : , 41.3 0.2 - I " 2.9
Getmall

.." ....... Fiance ( 1911) 60.3 22.8 L4 "5.5 41.1 52.7 0.6 - I 5.6

'""C">' . ,

••••y,

Table 2: Government sha~ing rate excluding national
defense research expenses

.'. .' ...... (~nit: v billion) . . ..:

!~ Re h I~esearcb. expenses National defens Government Government .. ...

I cation ::a~~ses Iborne by research sharing rate sharing rate •

Icountry( year) P Government: expenses
•

excluding,.national defense
research expenses

Japan -', ( 1.977) 3,233.5 I 886-.1 : I 21.8 : 27.4% 26.9% ... •••
Japan _ ( 1978) 3,570.0 I 999.5 24.3 .. 28.0% .•. 27.5% "

• ••••

Japan ( 1979) 4,080.1 ',128.2 27.6 27.7% .:••. 27.2' i

U;S.A.: : (]97}) 11,549.0 5,840.1 2,732.3 50.6% ••••••
35.2' ...' ....

IT oS.A.: ::( 1978) 10,159.4 5,06La: 2,256,8 49.8%
.... 3~.5% :;: '..

Britain (1975) 1,410.4 ' '728;6 ..
j62.S I ···'51:7, ..... '34.9% >

west
- , .,167:;:3

,
" ...... 37.2% .Germany (1977) 2,824.1 184.6 41.3%

seaoce ( 1977) 1,813.6 "...
956~2

I 333.4 52.7% '; ..... ~ 42.1% T,
.. ... ..

Extracted': from' the "Sc:ience and" Technology'White' p'aper i ' ; ' '1981 (complied by

Science and Technology Agency)
*Figuresshown in the abov~ ~ables are mainlyit~ken from the followin~

reference materials i "International Statistical ",year 1975,1977" (OECD}

For Japan; "Investigative' Repoi·t, on scientifican~
Technical Research" (Statistics Bureau,
Prime Minister's Office)

For U.S.A.; "National Patterns of Science and Technology
ResOurc~S(NSFaO~3Q8l"{N~?)
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WALT~THOMA$ ZIELINSKl

-.03-

THE U.S. JUSTICEDEPARniENT'

AN"r !TRUST GU! DE C~NCERN; NG

RESEARCH JOINT VENTURES

NOV,EMBER" 1980

FOR

THE PIPA CONGRESS

NOVEMBER 4 TO q" 1981



JUST ABOUT SEVEN YEARS AGO, I SPOKE TO YOU IN KYOTO ON

ONE FACET OF U.S. ANTITRUST LAW. My TOPIC WAS THE THEN

PENDING LITIGATION INVOLVING THE U.S. DEPARTMENT OF JUSTICE,

WESTINGHOUSE, AND MITSUBISHI. IT HAS TAKEN ALL THE

INTERVENING TIME TO PRODUCE A HAPPY CONCLUSION, APART FROM THE

COSTS THE SUIT MUST HAVE INCURRED· ONE HOPES THAT IT WILL NOT

TAKE AS LONG, OR BE AS EXPENS~VE, FOR THE JUSTICE DEPARTMENT'S

ANTITRUST GUIDE CONCERNING RESEARCH JOINT VENTURES TO PRODUCE

WORTHWHILE RESULTS.

THE ~, A COPY OF WHICHFHAVE HERE, CAN BE OBTAINED

FROM THE SUPERINTENDENT OF DOCUMENTS, U.S. GOVERNMENT PRINTING

OFFICE FOR $4.50 AND DE'SERVESSERIOUS STUDY BY MEMBERS OF

GROUPS LIKE PIPA WHICHFIlY DEFINITION) ACTIVELY SEEK OUT AREAS

OF CONSTRUCTIVE COOPERATION. FOR, WHILE THE GUIDE DOES NOT

CHANGE THE U.S. ANTITRUST LAW, IT IS A STATEMENT ON BEHALF OF

AN,EARLIER AMERICAN GOVERNMENT --ONE PERHAPS MORE ZEALOUS

ABOUT THE RIGOROUS ENFORCEMENT OF THE ANTITRUST LAW THAN THE

CURRENT ADMINISTRATION IN WASHINGTON-- THAT SUGGESTS THAT

CERTAIN VARIETIES OF JOINT RESEARCH WILL IN FUTURE BE VIEWED

IN A MORE FAVORABLE LIGHT BY U.S. GOVERNMENT AUTHORITIES.

THE~ MAKES CLEAR THAT THE JUSTICE DEPARTMENT

SEEKS, IN EACH INSTANCE, TO MEASURE THREE PRINCIPAL

CONSTITUENTSJIN AJRESEARCH JOINT VENTURE' UNDER REVIEW AND

THREE TYPES OF IMPACT EACH SUCH VENTURE MAY HAVE ON
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COMPETITION. THUS,

"THE LEGALITY OF A RESEARCH JOINT VENTURE DEPENDS ON

THE NATURE OF THE PROPOSED RESEARCH, THE JOINT

VENTURERS, THE INDUSTRY AND THE RESTRAINTS ON CONDUCT

THE CLOSER THE JOINT ACTIVITY IS TO THE BASIC RESEARCH

END OF THE RESEARCH SPECTRUM --I.E., THE FARTHER

REMOVED IT IS FROM SUBSTANTIAL MARKET EFFECTS AND

DEVELOPMENTAL ISSUES-- THE MORE LIKELY IT IS TO BE

ACCEPTABLE UNDER THE ANTITRUST LAWS. ALSO, THE GREATER

THE NUMBER OF ACTUAL AND POTENTIAL COMPETITORS IN AN

INDUSTRY, THE MORE LIKELY THAT A JOINT RESEARCH PROJECT

WILL NOT UNREASONABLY RESTRAIN COMPETITION. AND, THE

NARROWER THE FIELD OF JOINT ACTIVITY AND THE MORE

LIMITED THE COLLATERAL RESTRAINTS INVOLVED, THE GREATER

THE CHANCES THAT THE PROJECT WILL NOT OFFEND THE ANTI-

TRUST LAWS.

"IN EVALUATING THE LEGALITY OF A PARTICULAR JOINT

RESEARCH PROJECT, IT IS USEFUL TO DISTINGUISH BETWEEN

THREE DIFFERENT KINDS OF EFFECTS ON COMPETITION. THE

FIRST IS T~E EFFECT THAT THE ESSENTIAL ELEMENTS OF THE

JOINT RESEARCH PROJECT WOULD HAVE IN LESSENING EXISTING

ANIlPOTENT \'AL COM PEnT I ON BETWEEN tHE PARTI ct PATING
H

FIRMS; IFTHEJOINTJlCHV!'TY<HAS SOME PROBABLE AND
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SIGNIFICANT (NON m;. MINIMIS) ANTICOMPETIT:IVE EFFECT,c

THE QUESTION BECOMES WHETHER THE VENTURE IS, ON

BALANCE, PRO-COMPETITIVE, TAKING INTO ACCOUNT ALL

ASPECTS ECONOMICALLY AND TECHNICALLY NECESSARY FOR ITS

SUCCESS. SECOND, THE PROJECT AGREEMENT, OR OTHER

RELATED AGREEMENTS BETWEEN THE PARTICIPANTS, MAY

CONTAIN SPECIFIC RESTRICTIONS THAT RESTRAIN

COMPETITION. IF THESE RESTRICTIONS ARE NOT REASONABLY

ANCILLARY TO THE ESSENTIAL ELEMENTS OF THE PROJECT OR

ARE OF UNDUE SCOPE OR DURATION, THEY, TOO, WILL PRESENT

MAJOR ANTITRUST CONCERNS. FINALLY, LIMITATIONS ON

ACCESS TO PARTICIPATION IN JOINT RESEARCH OR TO THE

FRUITS OF THAT RESEARCH MAY PRESENT ANTITRUST PROBLEMS

IF THE EFFECT OF THOSE LIMITATIONS IS TO CREATE OR

ABUSE MARKET POWER IN THE HANDS OF THE JOINT

VENTURERS.""

IN OTHER WORDS, THERE ARE SEVERAL PRINCIPAL FACTORS TO

BE CONSIDERED IF YOU WISH TO CONSTRUCT A RESEARCH JOINT

VENTURE THAT WILL SATISFY THE U.S. USTICE DEPARTMENT. THEY

ARE AS FOLLOWS:

*ANTITRUST GUIDE CONCERNING RESEARCH JOINT cVENTURES .c~c

NOVEMBER,19S0;SUPERIN1ENDENT OF DOC~MENTS,.W,S. GOVERNMENT

PRINT;lNGQFFICE, WASHINGTONi:D.C. 20402, PAGES) AND:4
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IN THE

VENTURE REQUIRE ANY OF THE PARTIES NOT TO DO

SOMETHING IT MIGHT OTHERWISE BE FREE TO DO.

ESPECIALLY OUTSIDE THE IMMEDIATE SCOPE OF THE

VENTURE?

INDUSTRY: OR Bus I NESS: ,"ARE THE' PROSPECTIVE

VENTURERSTHE.'ONLY ONES"TN THE' FIELD, OR: ARE. THEY

BUT 'A FEWOF.THE COMPETITORS 'WHO.MAKE·UP THE

INDUSTRY" OR BUSI NESS?

DEVELOPMENTAL. OR IS IT DIRECTED TO EXTERNALITIES?

n. -llJU.

POINT V.

POINT IV.: dMPACFON"RESEARCH;- WILL THE JOINT, RESEARCH

NCREASE OR·: DECREASE' RESEARCH COMPETITION?

POINT II [; • SCOPE'AND DURATI'ON' OF VENTURE,I'S' 'THEPURPOSF :OF

THE VENTURE TO SOLVE A SUCCESSION OF INDUSTRY

PROBLEMS OR IS IT TO DEAL WITH A SPECIFIC PROBLEM

OR CLOSELY RELATED GROUP OF PROBLEMS. LEAVING

OTHERS TO BE DEALT WITH BY DIFFERENT MEANS?

POINT'I;
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PEOPLE, REVEALED NO INCLINATION TO ALTER THE ATTITUDE

MADE AT

THE .!i!1..l.ll.&).

IT IS ALSO IMPORTANT TO

EXPRESSED BY THE GUIDE.

IN RESEARCH TO MAKE CERTAIN THAT THE ANTITRUST LAWS ARE

NOT MISTAKENLY UNDERSTOOD TO PREVENT COOPERATIVE

"TO CLARIFY ITS POSITION ON COLLABORATION AMONG FIRMS

"ANALYSISi,OF JOINT RESEARCH, SHOULD, NOT, HOWEVER, BE

EQUATED WITH THAT OF MERGEHS,A,NDACQUI.SITlONS· MARKET

ACTIVITY, EVEN IN CIRCUMSTANCES WHERE IT 'WOULD FOSTER

INNOVATION WITHOUT HARMING COMPETITION'" (PREFACE TO

BEFORE' PHOCEEDING,FURTHER,WITH A, DISCUSSION OF THgSE,

POINTS ,,'I BEL IEVE I TI S WORTHWH I LE TO' MENT I ON THAT THEY ARE

NOT NEW. THEY HAVE BEEN ON THE MIND OF OUR JUSTICE DEPARTMENT

EVIDENT ATTEMPT THERE TO MAKE THEM SEEM LESS OMINOUS OR

MENACING TO COOPERATIVE EFFORT. THE GUIDE IS, AFTER ALL, THE

JUSTICE DEPARTMENT'S RESPONSE, TO PRESIDENF,CARTER"S DIRECTION

TO IT

FOR A GOOD MANY YEARS AND IT HAS BASED BOTH LITiGATION AND

WARNINGS TO BUSINESS IN THE FORM OF SPEECHES ON THEM· WHAT

IS NEW ABOUT THEIR PRESENTATION IN THE 1980 GUIDE IS ITS

THE JUSTICE DEPARTMENT, NOW ADMINISTERED BY PRESIDENT REAGAN'S

INDEED, WHILE THE~, IN THAT SECTION ENTITLED

"EFFECTS OF THE ESSENTIAL ELEMENTS", SAYS--



STRUCTUREI.S A.PRIMARY.fACTOR,IN DETERMINING THE

LEGALITY OF MERGERS, AND ACQUISITIONS. STRUCTURE IS NO

MO,RE THAN THE STARTI NG POJ NT. I NA.SSESSINGTHEEFFECT OF

JOJ NTRESEARCH.ON COMPETITION, ,HOWEVER, .BECAUSE

RESEARCH' COMPETl T I ON.J·S NORMALLY CONDUCTED AT LEAST ONE...........
STEP" REMOVED.FROMTHEMARKETPLACE .AND"BECAUSE J.OINT

RESEARCH, UNLI KE>A MERGER,. DOES NOT NECESSARILY

ELIMI N.AIE ADDITI ONAL INDEPENDENT' RESEARCH 'BY,THE

PARTIES" (PAGE 6 OFIHE JiI.LL!J.&:)-~,

THEREBY LEAVING ONE·RATHER UNSURE JUST HOW MUCH WEJGHT ..SHOULD

BEG IVEN TO, THE' J.USTI CEDEPARTMENI' S MERGER AND ACQUISIT! ON

CRITERIA, THERE IS AT LEAST A SUGGESTl·ONINRECENT·STATEMENTS

BY. ASSI.&TANTAnORNEY· GENERAL BAXTER, .WHO HEADS. THE ANTITRUST

DIVISION OF THE' JUSTICE DEPARTMENT,f·IHAT FOREIGN PRODUCTION

MIGHT IN SOME MANNER COME'IOBE .INCLUDED IN MARKET SHARE

CALCULATIONS -- WHICH WOULD TEND, I BELIEVE, TO MAKE THE

CRITERIA THEREFOR SOMEWHAT LESS BURDENSOME AND, CORRESPOND

INGLY, LESS WEIGHTY IN RESEARCH JOINT VENTURE DELIBERATIONS·

IT .1;s .rNLl GHT of; SUCHDEVELOPMENTS,THEN,IHAT· ONE

MUST ASSESS THE GUIDE'S FURTHER ELABORATION ON POINT I

I NDIJSTRY OR Blls I N'ESS; TO WIT --

·SEE RNA's INTERNATIONAL TRADE REPORTER'S U.S. IMPORT WEEKLY.

No.94,AIO'AND.11(SEPTEMBER16,i1981
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ALL FIRMS IN A LINE OF COMMERCE, AS WELL AS PROJECTS

INVOLVING THE DOMINANT FIRM OR FIRMS IN AN INDUSTRY

POSE 'ANTITRUST CONCERNS.'" ,( PAGE 11 OF'THE 'Gu IDE)

GuIDELINES."THEN'THE EFFECTS bF THE ES'SENTIA'L'EL'EMENTS

OF THE JOINT RESEARtH"I'ROJECT ON COMPETITION ARE, NOT

I.IKEI.Y TO BE SUBSTANTIAl:' ABSENT UNREASONABLY

"INDUSTRY-WIDE RESEARCH PROJECTS THAT INCLUDE MANY OR

"A PROJECT 'AMONG' A' NuMBER' OF:'THE SMALLER FIRMSUIN AN

UNCONCENTRA TED INDUSTRY IS 'pARTIdlL'ARL YUNei KELY TO

HAvEUNCOMI'ETITIVE EFFEcTS'; I F;'FOR ExAMPLE, THE

MARKET SHARES OF THE' ,PARTIcIPA'fITs"ARE'SO' SMALL :rHAT

THEY WOULD BE PERM'ITTED"TOMERGE' WITHo'll! B'EING'

CHALL.ENGEDUNDER THE JUSTICE DEPARTMENT'S MERGER'

, 'RESTRICTI VE'coLLATE'RAL RE'STRAINTS,"SUCH VENTURES ARE"

PRESUMPTIVELY LAWFUL.' IWA'DDITION, EXCEPT PERHAPS' FOR

THE CASE:IN WHICH ONE OF'THE pARTICIPANT'S IS"A

MONOPOLI'ST, DOI NT RE,SEARCH AMONG' FI RMSINNON~t'OMPETI'NG, '

INDUSTRIES 'W1LLSELDOM GIVE RISE TO, ANTITRUST

CONCERNS." (PAGE }'OF,THEGUlDE)'

-.-.' ';

ONE SENSES THAT POINT I. INDUSTRY OR BUSINESS AND,

INDEED, THE WHOLE OF THE GUIDE IS BEST UNDERSTOOD IF ONE FIRST

GRASPS THE MAXIM --

IN ILLUMINATING POINT II. NATURE'ORlvPE OF'RtSE'ARtk,

THE~ TELLS US THAT
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"A SPECIAL CA'SE IS PRESENTED 'WHEN THERE IS A JO'INT

VENTURE INVOLVING DOM'INANTFI'RMS GRAN ENTIRE 'INDUSTRY,

,W,H,ERE AN, INDpSTRY-WIDEEF,FORT IS"C,LEARLY THE

COMPETITION, AND IS USUALLY NECESSARY WHEN THE JOINT

P'ROJECTIS BETWEEN SlGNn'rCANT' COMPET l'roRS IN AN

oi, IGOpQLVMARKET i" (PAG'{lloF THE 'GITI nE)

"HOW,EVER,

"CONFINING JOINT, ACTIVITY TO THE EARLIER PHASES OF THE

INN9VATI,YE PROCESS RATHER THAN EXTENDING IT TO THE,

APPLICATION STAGE OF PRODUCTION OR MARKETING IS A MEANS

OF LESSENING ANY POSSIBLE ADVERSE EFFECTS ON

PROBABLY LAWFUL!, I NDUSTRY-W I DE JO I NT RESEARCH EFFORTS

INCLUDE SIJUATIONS IN WHICH AN ENTIRE INDUSTRY NEEDS A

'CRASH', PROGRAM TO !'OLV.E A, COMMON PROBL,EM THAT MAY

THREATEN ITS EXISTENCE." (PAGE 12 OF THE GUIDE)

MOST EFFICIENT MEANS BY, WHJCHRESEARCHCAN BE "CAR,~IED

,OUT SUCCESSFULLY, A,JO,LNI"EFFORT"Wq,HOUT,UND,UE

RE,STRlqIONS WJL,LLIKELY B~ LAWFUL"',.,.EXAr-\PLES OF,

"THE INTE'NSfTY OF ANTITRUST' CONCERNS ,AB6uT JOINT

RESEARCH WILL V'ARY 'AL'ONG THE RESE'ARCH SPECTRUM': l'ESS

INTENSE' ABOUT 'PURE' BA'SIC -RESEARCH, UNDERTAKEN WITHOUT

ANCILLARY RESTRAINTS ON' T'HE 'USE OF THE RESULTS, TO MORE

INTENSE AT THE DEVELOPMENTAL END OF ni{ 'R'ES'EARCH

SPE'CTRUM, PARTICULARLY 'IF ANCILLARY RESTRAniTS' ARE

INVOLVED.'" (PAGE 1 OF 'THE GUIDE)



FORMED.TO ENABLEPARrICIPANTS ro. COMPLYW.ITH GOVERNMENT

STANDARIISREGULATI NGEXTERNAL rrr ES ~UCH A.SA I R, WAH R,

OR NOjS.EPOLLUTION,RESULTI NGFROMTHE INDUSTRY~S

ACTIVITIES. BECAUSE RESEARCH DEALI.NG W.ITH

EXH.RNALITJ ES IS OFTEN COSTLY AND RI S~Y, PARTICULARLY

IN. REGARDTOrECHNOLOGy,-FORC I NGS TANDARDS, AND BECAUSE

SMALL FIRMS IN AN INDUSTRY MAY. LACK. THE' RESOURCES. TO

CONDUCT RESEARCH NECESSARY TO ENABLE THEM TO CONFORM
.

THEIR CONDUCT TO GOVERNMENT STANDARDS, JOINT PROJECTS

INVOLVING LARGE SEGMENTS OF THE INDUSTRY AFFECHD BY

THE GOVERNM·ENT REGULATION ~RE A NATURAL RESPONSE TO THE

INDUSTRY'S COMMON PROBLEM." (PAGE 12 OF THE Ji!LLQf.)

"CARE MUST BE TAKEN TO AVOID SETTING UP THESE PROJECTS

SO THAT THEY ENABLE THE PARTIES TO SLOW THE PACE OF

RESEARCH OR FAIL INTENTIONALLY TO MEET THE GOVERNMENT

STANDARDS, NOR SHOULD SUCH PROJECTS OVERFLOW INTO AREAS

·WHERE COMPETITION COULD CONTINUE UNABATED... WHERE THE

GOVERNMENT REGULATION AFFECTS ONLY A SINGLE INDUSTRY,

THE OPTIMUM COURSE MAY BE TO ENCOURAGE ·A NUMBER O·F

VENTURES OF SUFFICIENT SIZE AND··CAPABLE OF PERFORMING

THE NEEDED RESEARCH· IN AN ECONOMICAL MANNER. ALSO,

DELEGATION OF RESEARCH TO NEUTRAL EXPERTS, SUCH AS

UNIVERS ITY FACULTY, IF CARE FULL Y STRUCTURED, MAY HELP

TO. ,LESSEN THE.ANTICOMPETIUVE.pOTENTIAL OF ARRANGEMENTS

) NVOLV.ING. RIVAL .F.IRM~,AN.D.ENSUREREASONABLYP.ROMpT
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DISSEMINATION OF RESULTS," <PAGE 13 OF THE GUIDE)

THE GUIDE'S POSITION ON POINT III. SCOPE AND DURATION

OF VENTURE IS CLEAR ENOUGH:

"A PROJECT THAT IS NARROW IN SCOPE AND SHORT IN

DURATION WOULD BE LESS LIKELY TO HAVE ANTICOMPETITIVE

CONSEQUENCES THEN A BROADER OR LENGTHIER ONE." (PAGES

10 AND 11 OF THE GUIDE)

TURNING TO POINT IV. IMPACT ON RESEARCH, THE GUIDE

TAKES THE POSITION THAT

"IF THE COST AND RISK OF THE RESEARCH IN RELAtION TO

ITS POTENTIAL REWARDS ARE SUCH THAT THE PARTICIPANTS

COULD NOT OR WOULD NOT HAVE UNDERTAKEN THE PROJECT

INDIVIDUALLY, THEN THE VENTURE WILL HAVE THE EFFECT OF

INCREASING RATHER THAN DECREASING INNOVATION. THIS MAY

HAPPEN, FOR EXAMPLE, IF INDIVIDUAL FIRMS LACK THE

RESOURCES TO FINANCE INDEPENDENT RESEARCH PROJECTS ON A

REASONABLY EFFICIENT SCALE OR THE RISKS INVOLVED IN

THAT RESEARCH ARE SO HIGH THAT THE EFFORT MUST BE

SHARED TO MAKE A RESEARCH PROJECT PRACTICABLE. IT MAY

ALSO OCCUR IN INDUSTRIES IN WHICH THE FIRMS ARE SMALL

IN SIZE AND THERE IS A HISTORY OF LITTLE OR NO

INVESTMENT IN RESEARCH, SO THAT ONLY JOINT EFFORT

BETWEEN SEVERAL FIRMS <OR EVEN AN INDUSTRY-WIDE
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"A FIRM WHICH KNOWS THAT MANY OR MOST·OF·ITS

THE OTHER HAND, THE JOINT RESEARCH REPLACES EX STING

PROJ.ECl'l CAN SE EXPECTi!o TOPRODUCEINNOVANON;IF, ON

INDIVIDUAL RESEARCH BY THE PARTICIPANTS OR CAUSES

RATE OF.TECHNOLOGICAL·PROGRESS'IN THE INDUSTRY, UNLESS

THE PROJECT INVOLVES SUBSTANNAL EFFICIENCIES.'r (PAGES

COMPETITORS ARE NOT VIGOROUSLY PURSUING INDEPENDENT

RESEARCH BECAUSE OF A JOINT PROJECT MAY RELAX ITS OWN

EFFORTS AND ACQUIESCE IN A SLOW-MOVING, PASSIVE,

UNIMAGINATIVE JOINT RESEARCH PROGRAM. HENCE, THE

DEVICE TO RETARD RATHER THAN TO STIMULATE INNOVATIVE

EFFORTS. IN THESE CIRCUMSTANCES THE PACE OF INNOVATION

PURSUED BY THE COLLECTIVE RESEARCH PROJECT MAY BE

GEARED TO THAT PREFERRED BY ITS LEAST AGGRESSIVE

MEMBER. THERE IS DANGER, ALSO, THAT A SINGLE PROJECT

WILL PRODUCE LESS INNOVATION THAN WILL A VARIETY OF

DANGER ARISES THAT THE JOINT PROJECT MAY BECOME A

IT OCCURS TO'MEyTHAT POI.NT·.IV.,IMPACT·ON' RESEARCH ,I.S

INGLE AND JOINT EFFORTS EMPLOYING ALTERNATIVE

APROACHES~"(PAGESll ANDiz OF THe.GU~D~)

8 AND 9 OF THE ~LQE)

FIRMS TO FOREGO RESEARCH WHICH, IN THE ABSENCE OF THE

JO I NT PROJECT /THEy,wOULD HAVe.·PERFORMED INDIVIDUALLy,

THE FO·RMANON OFA JOINT PROJECT MrGHT WELL SLOW THE



THAT AREA OF 'THE,SUBJ,ECTWHERE I NTHE :BUS I NESSMAN AND THE

TECHNOLOG I ST HAVE THEG REATEST"OPPORTUNI TY TO lOS TABLI S,H THE

SOUNDNESS OF APROPOSEDRESEARCH:JOINT:VENTURE. ALL THE OTHER

PO I NTS ,THOSEALREADY MENT I ONED'AND:THOS 10' YI:T: TO: BE DISCUSSED,

COVER ..AREAS'OF'THE ,SUBJECT:WHERE IN THE LAWYERS ARE':MORE AT

HOME'AND BETTER I PPED:TO'ATTACK OR DEFEND SUCHVENTU,RI:.

ANOTHERWAY:OFEX~RESSINGTHEuNDERLYING:THOUGHT: HERE: IS THAT,

IF THE BUSINESSMAN AND THE TECHNOLOGIST CANNOT ,DEVELOP A

SOUND, STRONG CASE FOR THE VENTURE UNDER POINT IV. IMPACT ON

RESEARCH ,'NOTH I NG IN, THE REST: OF TH E:Ji!u.ll..!;., APPEARS TO AS,SURE

THAT THE JUSTICE DEPARTMENT WILL FAVOR IT.

THE'GUIDEHASTHIS'TO SAY WITH RESPECTTO POINT V\

COLLATERALRESTRAINTSI

"WHERE THE ESSENTIAL ELEMENTS OF A RESEARCH JOINT

VENTURE DO NOT VIOLATE ANTITRUST LAWS, ITS COLLATERAL

RESTRAINTS ARE THEN JUDGED UNDER SECTION 1 OF THE

SHERMAN ACT, WHICH FORBIDS ALL FORMS OF AGREEMENT IN

UNREASONABLE RESTRAINT OF TRADE. CERTAIN AGREEMENTS

AMONG COMPETITORS, SUCH AS THOSE HAVING THE SOLE OR

PRIMARY PURPOSE TO FIX PRICES OR DIVIDE MARKETS, AS

WELL AS MOST TYING ARRANGEMENTS AND GROUP BOYCOTTS, ARE

CONCLUS I VELY PRESUMED TOYBE UNREASONABLE;: THEY :fikE 'PER

g' ILLEGAL. OTHER COLLATERAL 'RESTRICTIONS,' REASONABLY

RELATED TO'ALEGITIMATE'BUSINESS': TRANSACn:ON 'SUCH AS A
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JOINT RESEARCH ARRANGEMENT,ARE'JUDGEDBY A 'RULE 'OF

REASON". THIS JUDGMENT INVOLVES A FULL FACTUAL INQUIRY

INTO THE PURPOSE AND EFFECT OF THE RESTRAINT.

COLLATERAL RESTRICTIONS SUBJECT TO THE 'RULE OF REASON'

ARE LAWFUL IF THEY (1) ARE REASONABLY ANCILLARY TO A

LAWFUL MAlN PURPOSE OF THE AGREEMENT, (2) HAVE A SCOPE

OR DURATION NO'GREATER THAN NECESSARY TO ACHIEVE THAT

PURPOSE, AND (3) ARE NOT PART oFAN OVERALL PATTERN OF

RESTRICTI VE... AGREEMENTS THAFHASUNWARRANTED

ANTICOMPET ITIVE EFFECTS." (PAGES 14 AND 15 OF THE

~)

"EXAMPLES OF CLOSELY RELATED COLLATERAL RESTRAINTS

INCLUDE: THE OBLIGATION TO EXCHANGE ANYRESULTS<FROM

RESEARCH UNDERTAKEN PREVIOUSLY IN THE FIELD OF THE

JOINT RESEARCH, THE DUTY NOT TO DISCLOSE RESULTS OF THE

JOINT RESEARCH TO OUTSIDE PARTIES UNTIL PATENTS ARE

OBTAINED, AND THE DIVISION OF PARTICULAR ASPECTS OF THE

RESEARCH BETWEEN THE VENTURERS. THESE RESTRAINTS ARE

GENERALLY REASONABLY NECESSARY FOR THE SUCCESS OF JOINT

RESEARCH AND WOULD NOT ORDINARILY HAVE SIGNIFICANT

ANTICOMPETITIVE IMPACT." (PAGE 16 OF THE GUIDE)

"MHILE IN. S.OME·CASES"" MORE REMOTE RESTRAINTS MAY BE

. REASONABLY: NECESSARY TO' THE.. SUCCESS OF THE JOINT

RESEARCH,JOINT RESEARCH NORMALLY DOES.NOT NECESSITATE
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JOINT DEVELoPMENT ORMANUFACTURe." <PAGE 17 dl'THE

.!l.l!..!.ll.£ )

"OTHER RESTRAINTS UNRELATED OR ONLY SLIGHTLY RELATED TO

THE JOINT RESEARCH VENTURE'S PURPOSES MAY NOTBE PER SE

RESTRICTIVE OF COMPETITION UNDER THE 'RULE OF REASON'.

AN AGREEMENT SY THE pARTICIPANTS TO FOREGO INDEPENDENT

RESEARCH IN COMPETITION WITH THE JOINT VENTURE MAY

CONSTITUTE AN UNREASONABI..ECOMPETITlvE RESTRAINT. THE

SHARING OF CONFIDENTIAL INFORMATION cABOUT COSTS OF

PRoDUCTION, OR SIMILAR MATTERS NOT Cl..dSELYRELATED TO

THE RESEARCH UNDERTAKEN COULD ALSO TEND TO ELIMINATE

COMPETITION AMONG JOINT VENTURERS."( PAGES 17 AND 18 OF

THE .!l.l!..!.ll.£)

"JOINT VENTURES SET UP TO ENGAGE IN RESEARCH ON

EXTERNALITIES PROBLEMS PRESENT SPECIAL ISSUES WITH

RESPECT TO COLLATERAL RESTRAINTS. RESTRAINTS ON PUBLIC

KNOWLEDGE CONCERNING THE SUBJECT MATTER OF THE JOINT

VENTURE ON EXTERNALITIES RESEARCH SHOULD SELDOM BE

PERMITTED, FOR SUCH RESTRAINTS MAY PREVENT THE

REGULATORS OR THE PUBLIC FROM LEARNING OF SUBSTANTIAL

PROGRESS BY ONE OR MORE VENTURERS TOWARD ATTAININGc A

REGULATORY GOAL, AND THUS INHIBIT ADEQUATE

DETERMINATION OF THEc PUBLIC INTERESTc' SIMILA8LY, THE
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P,OOL 1NG OF,QON F I DENTI;I\L, l;NFORMI\Tl ON,;, ,S'UC~,AS PRODUCT

INTRODUCTION DATES, WHILE QUESTIONABLE EVEN INAN

ORDINARY RESEARCH JOINT VENTURE, IS ESPECIALLY SUSPECT

IN A JOINT PROJECT DEALING WITH EXTERNALITIES, FOR IT

ENABLE THE VENTURERS TO PREVENT ANY OF THEIR NUMBER

FROM PICKING UP THE PACE OF INNOVATION BY MAKING

AVAILABLE A PRODUCT OR PROCESS OF WHICH THE OTHER JOINT

VENTURERS ARE AWARE." (PAGES 18 AND 19 OF THE GUIDE)

"EXAMP,LES OF PRAcnCES WITH A CL,OSE RELATJONSHLPTO THE

PURPOS~S OF IHE JOINT VENI'URE INCLUD~ CROSS-UCENSING

OF PATENTS AND EXCHANGE OF KNOW-HOW POSSESSED BY THE

PARTNERS THAT WOULD CON,TRIBUTE DIRECTLY TO THE SUCCESS

OF THE RESEARCH PROJECT. SUCH EXCHANGES ARE

PARTICULARLY NECESSARY, FOR INSTANCE, WHEN A 'BLOCKING'

PATENT THAT WOULD PREVENT RESEARCH OR DEVELOPMENT IS

HELD BY ONE OF THE PAR'-f'NERS. IT IS NOT UNREASONABLE IN

SUCH CIRCUMSTANCES TO LIMIT THE USE OF THE CONTRIBUTED

PATENTS TO 'THAT FIE'LD AT WHICH THE RESEARCH IS DIRECTED

IF IT IS A CLEARLY SEPARATE FIELD OF USE. IT IS ALSO

NO'RMALLY PERMISSIBLE FOR THE PARTNERS TO AGREE TO

EXCHANGE ALL TECHNICAL INFORMATION DIRECTLY RELEVANT TO
, ,'..-.

THE SUCCESS OF THE PROJECT GAIN EDSY THEIR INDEPENDENT

RESEARCH EFFORTS DOR(NGTHEPENDENCY OF THE VENTURE •••

(BUT AN )A~REE~ENTBETWEEN~HE'PARTN ~ks, FOR INSTANCE,

-418-



-4i9-

PRODUCTS THAT COMPETE WITH THE FRUITS OF THE JOtNT

LI,KEWISE,ANRESEARCH IS. .uSUALLY UNREA.SONABL

IN. CONNECTION WIT.H POINT VI. ACCESS, THE GUtDE INFORMS

A.GREEMENT.TO POOL PATENTS N.OT ..REASq~A~LY"NECES~MY TO

THE WORK OF THE JOINT VENTURE RAISESANTITRUS,T

CONCERNS." (PAGE 19 AND 20 OF THE~)

.' ::":.:. '." ,.. '.': , '.

PARTICIPANTS, !\NDIF THE RESEARCH EFFORT IS NOT

PRACTICABLY OR EFFECTIVELY DUPLICABLE BY EXCLUDED

FIRMS ,ACCESS TO THE VENTURE, (OR"TOITS RESULTS.. t F

P.ARTICI?AT I ON ITSELF· I SNOT ESSENTIAL) ON'R.EASONABLE

TERMS .MAY BE MANDATED BYTHESHERMANACT."{PAGE,~~ vn'

THE~)

"COLLECTIVE DENIAL OF ACCESS, OR OF LICENSES,

"?RINC!PLE5DEVELOPED I NANTITRUST CASJSIlEALrdGW ITH

JOI NiFACILITIESESTABLtSHED BY COMmI NG FIRMS SUGGEST

lHATIFA JOINT RESEARCH VENTURE BECOMES THE KEY TO

COMPETING EFFEctIVELy IN MARKETS SERVED BY THE

PARTICULARLY BY MAJOR COMPETITORS IN REGARD TO ACTUAL

~RPOTENTIAL COMPETITORS, WITH RESULTANT SIGNIFICANT

INjURY ·TO COMPETITION IN A RELEVANT MARKET, RAISES

SERIOUS PRbBLEMS 'UNDER 'SHERMAN ACT SECTION 1 AS BEING A

BOYCOTT OR CONCERTED REFUSAL TO DEAL. (PAGE 22 OF THE

Ji!Ll.!l.f.\' ..

US THAT



"HOWEVER, UNDER THE ANTITRUST LAWS, SUCCESS IN lTSELF

DOES NOT ALWAYS REQU IRE ACCESS , PARTI CULARL Y I F THE

FIRMS I'N THE VENTURE WERE NOT DOMINANT PRIOR TO THE NEW

TECHNOLOGICAL'DEVELOPMENT.

"LASTLY, ALTHOUGH THE ANTITRUST LAWS MAY REQUIRE THAT

ACCESS TOA KEY JOINT VENTURE BE MADE AVAILABLE TO

ENSURE CONTINUING FUNCTIONING OF THE COMPETITIVE

PROCESS, THEY DO NOT REQUIRE THAT ACCESS BE FREE OF

CHARGE· THE JOINT VENTURERS MAY INSIST THAT .ANX

OUTSIDERS WISHING TO JOIN A VENTURE OR TO OBTAIN THE

RESULTS OF THAT VENTURE PAY REASONABLE ROYALTIES OR

OTHERWISE BEAR THEIR FAIR SHARE OF THE BURDENS AND

EXPENSES OF THE PROJECT." (PAGE 23 OF THE GUIDE)

I HAVE ATTEMPTED HERE TOCONYEv THE ESSENCE OF THE

Jus TI CEDEPARTMENT'sANTITRUST GUIDE CONCERN I NGRESEARCH JOINT

VENTUBES NOVEM~ERi 1980 TO YOU. As YOU WILL SEE FROM THE

ATTACHED COpy OF ITS TABLE OF CONTENTS, IT ALSO INCLUDES

NUMEROUS HYPOTHETICAL EXAMPLES OF RESEARCH JOINT VENTURES THAT

WOULD OR WOULD NOT BE ACCEPTABLE TO THE JUSTICE DEPARTMENT.

IN ADDITION, THERE ARE MANY FOOTNOTES AND CITATIONS OF CASES

AND ARTICLES THAT MAY PROVE HELPFUL TO YOU IN ANALYZING THE

CORRECTNESS OF .A PARTICULAR PROPOSED RESEARCH JOINT VENTURE OR

IN HELPING YOU AND YOUR CLIENTS TO ORGANIZE ONE.

IT SHOULD ALSO BE NOTED THAT THE THIRD SECTION OF THE
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GUIDE IS GIVEN OVERTOE)(pLJ>.INING,ANIl RECOMMENDING RESORT TO,

THE JUSTICE DEPARTMENT'S NON-MANDATORY BUSINESS REVIEW

PROCEDURE· THIS IS A MECHANJSM.FORGAINING, PERHAPS, FURTHER

GUI.DANCE FROM THE JUSTICE DEPARTMENT WITH RESPECT TO WHAT YOU

OPCISE TO DO IN A PARTICULAR CASE. NATURALLY v, ".
~c. ,........ ,c.,;;;;;: ••• ;,+.~ ••", ••,"",

LAWYERS FAMILIAR WITH THIS .PROCEDURE VARY AS TO WHE1HE.R

SHOULD BE FOLLOWED IN A GIVEN INSTANCE. BUT, PARTICULARLY IN

THE AREA HERE UNDER CONSIDERATION, I.E., RESEARCH JOINT

VENTURES, IT MAY WELL BE UNDESIRABLE TO DO SO, BECAUSE; EXCEPT

IN THE RARE CASE, ANY SUBMISSION MADE TO THE JUSTICE

DEPARTMENT WITH RESPECTTOTT .W'ILL BE HELD INAFILE AVAILABLE

TO THE PUBLIC: THERE IS,.THEREFORE" NO ASSURANCE OF'

CONFIDENTIALITY.

I F THERE ARE ANY ,QUESTIONS RE.GARD I NG THE; Gu I DE YOU

WOULD. LIKE. TO HAVE ME TRY TO ANSWER; PLEASE ASK THEM .NOW.-

WALT THOMAS ZIELINSKI

-421-



25

73

51

67

56

.

CASE F-- GOVE;::~Kl>:El~T-ASSISTBDBASIC RESEAkCH

CAS~,~~r'LI~I~ED-PURPOSERESEARCH BY PRIVATE
, " 'CONTiiACTORsPONSORED I?Y 110ST FIRMS

IN UNCONCENTRATED, RESEARCH-POOR
,IKDUSTRY • • • • • • • • • • • • .'.

-422-

CASE G-- CRASP. PROGRAM IN CONJUNCTION ~ITH

UNIVERSITY TO DEVELOP RE?LAC:t:t·!ENT FOR
ESSENTIAL IKPUT • • • • . • •

CASE E-- PATSNT AND K~OW-HO~ RESTRAINTS IN A
JOINT VEt~'I'URE

B. Collateral Restrictions upon the Venturers or
Ou-t'1:5ip-.e:r:s .... -:.'" i'./\';i.i :'';;;':. ;_ .; .".; ',. ,.:~ -14

A.

2.'C.ollateral Restrain:ts 1(Pa'tent,and" Knb\;""Hb\;Y';'" ':19

1. 'Collateral Restraints (Non-Patent). ..,., 16

ANTITRUST ANALYSIS OF JOINT iESEARCH

'ifi~cts of; the Essenlii::~ii ~'lernenf's

Co. Limit:-atJ'ons hipon:.;'Acc:ess -tti>the ?VetJtiJr-e or. ,tt).: .i'ts':
Results • • • • • • • • • • • 21

CASE C-- JOINT VENTURE WITH POTENTIAL COMPETITOR 40

CAsE A':"':" MULTJ:-J:NDUSTR'Y' BASl'CRESEARCH'VENTUii£<. 25

CASE' ilL 'DUAL RESEARCIi'AND'DEVELOPMENTJOINT' VE/huRE"·
IN CONCENTRATED INDUSTRY • • • • • • • 32

"Comments ::Qn,:,The:lL.S,~'-;J'\ls;~:i:-,c;e,_p,Efl?,_ar:t:m-~J;F'if- :<~; \'; ;'"
Antitrust Guide Concerning Research Jo~nt Ventures

(Walt Thomas zielinski) " ,

TABLE OF2oNTENTS'

CASE D-- JOINT VENTURE INVOLVING FAILING
Cm:PANY • • • • . . • • • • • • 46

\ ',-; r :••";, t·, ::'C:"
INTRODUCTION

1.

II. ILLUSTRATIVE EXAMPLES

APPENDIX c-- SUr1~ARY OF THE MEPGER GUIDELINES

APPENDIX A-- "CASE D: JOINT RESE:.;RCH n frUIT. THE
hl;TITRUS'T GUIDE FOP. n~'I·~~'.;;.4TI0t·;AL O?E:=~ATIO~~S

hF?2KDIX B-- Rt:SEA?C:H AND DEVELOpnENT JOI!\T VE:I'~'lT;;:E

BUSltJESS REVIEWS hND CLEh2ANCES, 1968-1980

'III. BUSIKESS REI'In; fROCEDURE



::)!lJ

~).

Jii:beVi Ichirnur:a

Shiri-EEs!i'Chemieiil CO',';"Lta:

- Contents -

PIPA Committee NO.2, Japanese Group
__;:3

1. Introduction ;;: () " ~O;'

t c:'S}etf'lernent:-i6f ':-tj is'pri.tEr:"b~twe~n "Japan'ese EnterpFi$jes';~

,~< :::::;.;I sorneL:typlcal': case':';'-: ()j' :-..~.~., (:; i ,(" "

3. Characte~isti~s of ,Civil

" '\~:Y~'; -'. ,-",,;

"'tc

5 i:-"jebn81U'~ian -':\

:::4:. :';·S~t'tlerrl.entr-'6f<:~'DispuEe· 6:~r:-'Neg6t&atlbI1s: belwe'ehc;'P'arti;es:::'"'" ,
a~a,by Trial,or Arbitration

~423-



1. -r nt.roduc t Lon

It was on the characteristics of Japanese contracts that I

spoke of at; last year I s 11 th Congress in Tokyo I in a speech en

ti tIed "Characteristics of Japanese Contracts and Background ll
•

As you are a''"'rare,., these,,;coI1traots:~al:'e based -on the" II fair '-and

eqUitable principles ll with historical and cultural peculiarities

of the Japanese in the background.

My talk today is an extension of that speech. I am intro

ducing to you this time a mode qfbehaviour or the manner in which

Japanese en t.er'pr Lses behave W'h~I1' :Lnvolved,in:a settlement of a

dispute in a written contract or in a business transaction between

the parties concerned. It may differ greatly from the mode of

actions of Arne~ican enterprises.

It is difficult, I'msllre, fo",p"oplewi th :t;houglltofHestern

rationalism to understand theunde"lying,philosophy of settling a

. dispute between the parties concerned in Japanese enterprises and

the ways of coping with such a dispute, like that of the Japanese

contracts I spokeoLat],engtll at last year'sCcmgress. This i,s

because I feel that too much stress is laid on. personal ties or on

relationships between the parties concerned in theenterproi,ses

which are often accompanied by emotion.

Setting aside the judgement of value of whether the mode of

behaviour of Japanese enterprises is preferable or not, I would

like to show you the Japanese behaviour as it is and should feel

prove

mutual understanding between Japan and the United States.
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2. NOw, how.iLn the world does,:an:enterprise in Japan-, cope with

a civil dispute?

To.answer thisquestionior bette~still, to give you a clue

to this issue, I 'would like to present to you witha.typic~l

in its ..own:right in an attempt,_to;settle- a dispu,teover a- design;.-,

A case of infringement of design right was contested between

a leading large-scale retail dealer running some 200 supermarkets

distributed throughout the Japanese archipelago and a subsidiary

company -of. a ,world _',leadin'g food manufacturer--in Japan, having',i ts

headquarters in Switzerland.

The giant Japanese retail dealer, while selling instant coffee

products under a famous Swiss brand on a mass scale, began to sell

its own developed brand instant coffee simultaneously at stores

throughout the country. The shape of the container was identical

with that of the Swiss brand's but its labels were not. Thus, they

were not misleading at all as to cause confusion among the general

consumer of the source of the products.

Dispute Over the design between the 2 parties suddenly broke

out. This Swiss food company concluded that the shape of tpe

container developed by its counterpart infringes upon its own

design right.

The Swiss maker, .,thus " delivered a., letter,: or.. warning to~,the-·

Japanese retailer through its lawyer, demanding that manufacturing

and sales of the products be immediately stopped and at the same

time filed a provisional disposit'ion' with the court to stop the
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big Japanese:retail~',deaH~r,. fr omrmakd nqrand sel1i:ng.;'i t.siproductis i.

Startled by the fact that the Swiss company resorted sUddenly

to" 'legaclmeans"the' giant. Japanese f'irmstiffenedJits.-'att'itude'.

To cQunt'e±',; -t.h i.s Swis's action, i,t,:·thought",c,of,',stopping t.hevs a Les ::o"f

'the;; Swiss: products:immediatel'l ateall shops ;::T:heye must::haveta:ken:'

business dealings was a shocking blow to the Sw~ss food maker. In

a few days, all the Swiss brand products disappeared completely

from all shops controlled by the giant Japanese firm.

AndL a:;s:t:a:tement: by': the pres identcof this:g ian:t' Japanese;dea:ler

was carried in a newspaper. It said in effect,:.t I1t h e ,: 's :t ep s :·.:it h e :""

Swiss food manufacturer took. disregarded Ions-standing commercial

practices in Japan and unilaterally destroyed a mJtually trustworthy
v.,
ties. As a consequence, I could not help stopping all dealings with

the Swiss company". It is not difficult to imagine how perplexed
,,',' ; ,

or puzzled the Swiss food company must have been at the hardened
',::::; ;' e
attitude the Japanese retail dealer assumed. This Japanese company

;; r:':::'i;" ;-'"C.

was one of the best 'clients of the Swiss food manufacturer.

I am cutting short may explanation of this controversial issue

at. this, j urrc t.u r e , At any rate, both parties eventualiy .reconc f.Led
U ,:':,l,

and settled this problem through talks: And soOn thereafter, the

famous swiks brand products again appeared in sh~!'soperated by

the giant Japanese firm with its own developed products

modified·' shaped: cont.emers. also: sold; On thenmarket.:

3.

.'
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to" the negot.iat'ing"..

Generally, Japanese attach great -importance' to emotional human

the"Taws :'::'suc'h '<a's c'C?mme]jciaL.,;prac,bices,::whic-h·ipr.evaJl~.d-::: in Lthe,"

this di·spute:was:c,·sett;led'·fhrough·.norfus•• ,LYingoufs,i<le ,the, bound of

'~S.· 1
In the negotiations, both parties conceded a little. As a result,

table

they were of a legal sanction.

as a result of being legally prosecuted or accused of more than

as its greatest business assets. It seems that they were afraid

of f ac t, it reg and'sr.t.he; consumer :'-al},cl'; :the,? 90Ilf:~p~ng:~:J.(),f :i.:'ts. cus.t.omers

M~anwh'i-le!I' :.the'·:big".:.ret·qi 1,,::' de:a l~r;~, is:se(;?:n" paz-tdeu Lar lY,,,-:yas

sary for the Swiss food manufacturer to h~~':it"~te at all)to ~'~pe:a:Y"'-'

The Swiss food maker must ha~et~6ughtt.hat.th~f~ctt~~t' the

Japanese retail dealer was one of i ts 'i~est'::';clt"~~:1:'s h;~-d'; n~~h:i:~g

whatsoever to do with the acts of an i~1~ingem~:~.'~"~~/·<fhe:J'~~~nese

Eur opean 'and ::::a,Japal).ese,.-:approa<:=p t.Qw.?~.q.~:::. ,Cl F~:y:i):,(:l-isP1J.b:::,;,:.
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exten.t:,:bf:reis:ort,i.rig:;"t'o +'8ga 1 -meane., even, ,i{f':;,:,;t:ber.e,:,· w~,~e, pros.pe'E,:t.?::,~ qf:::,

a success';' in: l.i,t'iga:tipn',:dri .rcourt, ":Th~<,sclleme:':':;i. t,,:: ad.op.t:e;<;lj W9-':?:;" J:O;:~

country.;

bring ci.ts .opponerrt, .-'. "theLSwissc.food,. company

of receiving a social sanction lying

Ibelie\,:e dtha,tthe ,Japanes",retaildeaJ"r ,::whi,l!3,.,m".eti~1g":i,ts." ,

oppcnentwi.th ,measures"tostop,business,deal.ings,.di.d.J\.Ot gO ·.tp.,th"

-t.o. "le.gal. means. in .. Qrde:t;: to :er():l:eq:&c:,~,1t§,:;:r;igg,t§ ?Q.q.J;1;.9·;:,~+iJ:n.;j.-p.at-~ the

infringement.

-v,ery: .conserv:a,tive·'among, ,'~t-he -many ',::,.:r apanese-ien t_~~p:r:i.ses, ?:. _p,.~~ '9~:;: .I~\j~l:t:t~;'



ties. In 'aneriterprise, stress':is laid on the 'establishment 'and

maintenance of a mutually fri~ndly relationship. And what control

these human and commercial relations are the social norms that

lie outside the sphere of the laws such as social customs, social

practices, morals, etc. In this context, the norm of laws may be

said to have only a secondary meaning or significance.

If you remember, arid'I suppose ma.ny of you here dO,>I elaborat

ed on this detail in my Tokyo speech last year.

Now,if,in the case of a dispute between the Japanese giant

retaTler and the '. Swiss food'mariufacturer ,,<the-Tatter were'a :J_apanese

company, how wbuldthe Swiss company behave or: .. ac:t?

I suppose that the manager of a section where most contacts

are made in dealings with the Japanese retail dealer -- in this

case, probably the manager of the sales section of the Swiss

company -- will first draw the attention of the manager whom he

, is: always, 'in: contact With"'- in this case, "i t 'is "probably 'the

m'anager in charge' of :the-',procurement sectLon of,-,the,hig'J:apanese

company to the infringement'case, stating the ,fact, that there

is a: fear, thata'cts: of the Japanese retail 'company may become a

s er'Lous obst-acle- to the madrrcenance of-:·good .busLnes s ,'-re:l-ations

between them, and then appeal to the retail dealer's spirit of

fair play.

Wa'rned: dn 's'uchaninf'Ormal; manner, the ':Japaneseretailer

would send a reply to the" Swisw: food .maker through the: same :channel

as I pointed out -- a reply that they are ready to alter

their position if there are grounds of any infringement act as

maintained by the Swiss company or that they could not consent to
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the'Swiss'.cOmpany's claims becaus e they s,eenogroundsa

The legal and patent sections of both these companies will

not intervene, ;directly. in tihas .Lssue at this stage a' They will

Lns t.ead each offer merely advice to-the,ones in charge of the

such a dispute.

Concrete steps to settle the dispute will be determined at

the negotiations between the 2 parties.

Inthesenegotiati6ns,the Sw'iss:food manufaccurer; will not

lay claim to all of its rights beginning with the cease of the

infringement up to its demand for compensation for damages brought

about by the infringement acts even if all of its rights have been

infringed upon.

In case it seeks all-out after its legal rights, people will

say this Swiss company is a thoughtless enterprise disregarding

trustworthy commercial ties and, as a result, it is bound to meet

with social sanctions which lie outside the sphere of the laws.

Because of this bare fact, the Swiss enterprise with a preconceived

plan to make a little concession from the very beginning to the

Japanese retail dealer looks to an ou t-eofecour t; set.tlement.

In such a settlement, acts of infringement will come to a

halt or a license agreement will be concluded on the basis of the

design rights concerned and all past infringement acts will become

immune f r omvobl Lqat.Lon , :cAs a'matter of fact"in'J,apan:today' ..one',

can seeF'numerbuscases ofl,icense'agreementswith warnings; of

inftirigernent~of': patent rights as: a. turning-point a
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suchrmode .of behaviour,of,the"Japanese .s t.ems .frorn ,a'dis,tinctive

when it stops raining and the ground dries up, the ground gets

that wh~n ~ain falls, the ground gets loose, or rather, soft. But

there is a proverb which says, II Arne futte, j i katamarur,'. lit" means..

A: settlernen t, ',·'-bE::'a'· d ispute' through- .:ihter partes. talks-wi-ll

r-es t.oretthe ·'0I1·ce:"'i'rripa':lred':bus'ih'ess' r e Let d.ons ~b.et,ween;,the;:2:,parties

are ~~~:tled l:'¥, inter ,.I?Ci,rtesc,onsultations or negotiations.

-430-
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4. Settlement of a c~vil d~spute through talks, or in court, or

truly"dei<criptivedf "the philosophy of'the' Japanes,ewhen'Goping

with ,F'chi<pute'or ariy,difTicultproblems',

firmer or more solid than ever before. This proverb is, I think,

f orthwhich lie', 'outs ide, the 'sphere, of, laws' .t.ake Prec"d"I)G" ,oy""

the official legal, norm. ,If it, did" then'i, I I!Illst"say,it, ihW"Ql}g,

will render the restoration of friendly personal ties impossible.

Now ~_ .the Japanese are ~_ generally speaking, prejudiced against

contesting a civil dispute all-out in court and settling it legally.

They will not go all-out to the bitter end to stress legal terms or

letters 90ntained in a contract when settling a dispute through

histor~~~l and c~ltural qualities of this nation. For reference,

please see my papers I presented at last year's Tokyo Congress.

.negotiations because assuming a contrary attitude, it is feared,



Ordinarily, a' court, would recommend to 1:Joth"t)1e'plain,tiff

and the defendant a,'settlement 'either"througlr,medi"tion, Or.j,1:JY

decisions on c LvdLrcases ,

is a~,teridecY:nowada.ys<,th-at';:::ac.ourLt';:t'ri!3s "to.,:avqid g:iyJ~g" out

However ",as a:::.pr.actical pr,ob,lem,,;·.i:t ,i? P,9t} ,:!=-l1.'i:lt,; S:,i.'HlR+€::;;-t:O

'Consequently I ,iLqoul(kbe;,,,a~d.t:hat: al th()\]CJl1,' a, l!"CJ,:,~,!,o."m ,9()I'"

not play a leading part in a civil, 4,i?PBt~,.~,-tt",?q,~,l;;::~s,:,:p.r ,~pJ:>P9r.:t~.F,,·

to sustain the principal role.

go changes.

social norms may be, that which runs C:Q.l.1l1t,e~:::t::0,ori>g(),e.p::.",.i:ig;?:Jq~t:.!-"

the legal norm is not permissible. And social norms are acted

on by a legal n'orm a~d universa{i~ a~cept~did~a an~::;<:t:hit'l~',;~~der-

beCCi,l,!;SEl,,:th.ere;i?, a.. t:~c,it·:·tlndeJ:'st?I1p.~p.g', !.hat-. t.houqh unof.f.Lc LaL. the
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cable decision in court or he can seek an 9-:fp;:i.t.l;a.'t..~Of:l:',Ci~i:ll:_9i::,::t:.;9r()ug))

he::can,:,df,,:he -Mis:hes:,t.o,: :c:ask:':~for;:::or":,'.$ef3:}c; ?-:::.)nec1i?,t·~ ..on. or; an i;r:r~yor';

I fi:.:one-.:' f.ee Ls...'u neasy ::,abou,t ;,'. P'': s e:t:t:.l~Illent, "i;.hrp119V'::',C:OI1,:s,1l'::+J: a,:tJ9,-:r;l",~:,;-

through talks are on the increase.

the number of dispute cases which are incapable of being settled

course, does have its own shortcomings, -too. It is: 'a;,-{act that

':Now'i":'a.lsebtlement,:-of a di.$pp.i;.e"<t.hrough:::cpn?14-~,:tr-~):i9n·s.,,, ofl,'}i""

s ectire,:)a,n,irrevocable ;,' d.ec ision cin; cour-t. ,pef=·a}l,?,~,'i,::.J,:i:J::'(!?;~,' oI1.~~ :rn~.:s~);'

expect ',tha t itewill probably tacK,e mont.hs ",pre per-haps- yealOsa,l1d,

cost' a lot, to obtain:,a:":cbur,tts,:,, decisi.on.' 0lli,toP, of-::,tha"t;,;·,·:tl1.~r:l3:·)«":'

compromis e: :when' it:" 'has';,- compo1eted,'ex'ami'na:t,ion.;c:f -::,e'y,iden<:: ~ .'.: ,"



Infactj/'it, is said t.hatv n Lnet y per cent of the 'civiT'cases

have been'settled'by compromise.

"compromtse" means t.ha t; parties to a dispute make mutual

concessions and promise to stop the dispute that has been going On

until an amicable settlement. (Article 695 of the Civil Code) .

Ina compromf.ae , then, it is expected that the par t i.esvccncerned

will mutually coric:ede'in a dispute.

A court will try to seek a compromise in a dispute regardless

of ho" far'an appeal has been upgraded. (Article 136 of the COde

of CiVil Procedure) •

There will not be a great difference bet"een the results

obtainable in court and those which can be secured in a settlement

through t.a Lks' because even in anout-'of-'court settlement both

parties wflF'co:i1'du.ct·: negotiations on·theassumptionof:',the .resu Lt;s

~qfa:' compromise in-court'.

If a compromise is reached or established in court, it will

have the:' s ame effect as 'an es t ab l.i.shed decision or irrevocable'

j udqement ; cons equent.Ly ;·<legally, a compromise r'eachedu.n. court

could '"be said to have' been'- ,stabiliz~d'~ S'ince'a compromise reached:

through talks or consult:ations:,is'a:','sorLof ·contract,,:' it could be;,

regarded as:' being endozsed by'- a:' soc:laloT" a legal' sanction in 'a

sense that a contract must be fulfilled or abided by.

Nex:f,,-withr'espect 'to:arbitration,by·- a Civil: ,Mediation;,Board,

name of Dr. JunjirO TSubOta delivered'anexcellent speech at the

Tokyo Congress last year.
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Acc o r d Lnqvt.o D1:". Tsubo.ta,there is not much merit to an arbi-

tration as is claimed as far as speed, or cost of a settlement,

or simplicity of procedure, is ccncezned , Whether'a:ri 'arbitration

is' advantageousirt s'etti'ing adispufe c,epen'ds' , of Course , on

whether one could find reliable arbitrators. It is best, after

all,

body, we have the Japan Commercial Arbitf~rEion"A,s'sOc'iation.: Our
PIPA also has its own conc'i'iLitiori" sy~t~ih. Hb\J~v:ef'~"t'he:t~'are
hardly any cases in ':"hich such oppC;ittiniti<i~ ai'., tak,m adval1tage

of to settle a dispute. That is how things stand in oufcoilntry.

According to th'e J'apan conimerci~:l:Afbi'frk·t-ioit::Aks?di~tiorit

the development of aibi.tra1{f6n cas'~;s :i.'nf'l1e'a.ss6ciati6ri":'is"v~i:':i

few in number. However, on the contrary, the number of consulta:~

t.Lve. cases, -Ln .the ..form .of, .pr,~ve~,tiy~ measuresvare :~ncrtrF~~ng.: The

arbi t rat.Lon. :bodyis. ,.,IllOre ()I'::;less,: 1?1,?yiI:lg,>the,rO~~,::or,a,:Jawyer

in.stead,of fulfilling .its pJ;imaJ;y function.

I think that, while making the best use of the advantage of a

conciliatory method through consultation, an cifbltratibri:sl1obld be'

taken advantage of more because it is a method' iri:'Whibhh:~";3f.d

party performs a· mediation role tomak";.uj>,, for tl1"s\lortf'0mings

that are ,liable'toarLs e ,

5. Conclusion

A settlement of most of, the civp, disputes througl1concili-

ation by inter partes talks is not necessarily a unique phenomenon

in our country. I am sure the same is' 'true of a s e ttLement; 'of a

civil dispute in the United States. You will understand that the

differences between our country and your country in 'th'{s matter"
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a fal1}ily,

there is aAnd >i~each of these groups
',:·v

Th~ J~p~n~,~,e}!:i a ,J?:eop~,~ poss ess tnq a s t.r oriq qroup conscious-

ness.

inter partes dispute in different groups to'wllich 'the 'parties

food dealer belong, a~e said to have wo~ked effectively in settl-
':- "': '~' ":, ',:", ;:::, "" ;" ,'-', " ,''''', .':, '::C,,' ": ", 0 ."i j'C"'; 0 , j .-,}

HqweveI;', with "the defeat ...of Japan "in t.he Second World War as
\' ,,'; __ , ',:,,:,' C',',',;>;o .c, ,;":,',:' n:, "':"", """ ,',:', i" ,,"," ''''''''''';''i'!hi~'

non-o~i~c~~l,~ect~~i~m.in which law and ,order ar€ ma~ntained

it could be :~ huge business or industr~al organi~ation, or even
"',,:; ",'",,": "i,',': .. " ", ",':. ,",-:,,',': ',",,',,", '-', '

or a,relative, .or a .commun Lcy , or a wo.r.~sl1oPJ..o!.': on a lar,~e s c aLe'.,''',' "',', '. ";"".-- ," ',- --.. ' .-',''':',-.
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The -unafficiaj~"no:6ns' :,,;~;-tl-c-h as ;the"-ic-orriIru~fci':aT ~'pr'-ab;tides:~:;which

exis t':;'':til:'" an r.en'terp:t±se .igrotl'p "~:hAV:inij:';a'LrnutuaT :::bus i'ries:s-;c:t~ie'S::;Efu'ch'

as the group to which the"B±g"Japane$e'fetail dea:ler'aItd 13h'e ,SWiss')

i1;!-! jtr<;~~s~gl'<;~"'}:f<;<;n the Japa,!ese and th,;swiss dealer which

I introduced,to_you earlier.

concerned belong. This fact is obvious if you follow, for example,

the issue arising between the enterprise and the consumer such as

the pbil,yHdi{Or product' h'abilHyissue;

lies outside the' s.J?her~:, pf t~e laws and an unofficial social

san~~ipr~~ay:~s a rne~ns to solve our civil dispute is declining.



We Japanese value emotional human ties very highly.

It is my b~lief that this characteristic is one of the salient

points of Our society.

Consequently, it is desirable that all legal problems includ-

in a spirit. of inter partes fair play.

I s~rongly believe that the rules and process of consultations

should be based on a formal legal system.
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ORAL REPORT TO PIPA ON NAIROBI DIPLOMATIC CONFERENCE
ALAN D. LOURIE, NEW YORK, NOVEMBER 5, 1981

I think you now t hat . the,Par.is Conv.en t i on iqoe s back
to 1883, and, if it. s rvives, it will observe. its lOath
anniye.rsary in two years. The, Paris Conve.ntion, to", most of. .us.,
h,,;;..... !!l!""n~.,,. th!" .E.ig~t.. '? ~J)Ei()£t~:>,/a,p:,t ..!!a,t.i()!\a,+.~tE!,".t"\!'!!.t,/;;;JJ;;.W."!L •...•.. , '
last amended in Stockholm in 1967 . In Geneva,in Mar'ch19.80 ,a
diplomatic' conference convened to attempt to revise.the
convention in a variety of ·ways.· After four wee.ks they
"agreed" on one thing: that.the consensus necessary to ratify
was, no, longer a, unanimous one, but on_~which .d i.d not have imo re
than t",elve negative. votes. The United States d is s en t edvf-r om
that position and T understand did so aLthe opening of the
Nairobi. convention as well. Just priortothe.paris Convention
talks there was a proposal to protect the Olympic symbol.
There was agreement on that and a treaty was signed over the
United States' objection; we did not sign it.

Regarding the paris. Convention, .theconferencE!
reconvened in Nairobi on September 28. There was. a provision
for protection of· appellations of origin r ",hich the United
States did not .favo r , one forgiving inventors' certificates
equal st.atus to. patents. (this. was pressed/by the Soviet Union),
provisions to give.preferential.treatment .t.o.vdevel opi.nq
countries by means. of lower. fees and Lonqe r priority periods,
and.Ehe r e were final clauses having various degrees of
significance. The"re was a. p,roposaltoeliminate ArticleS
quater, which relates·to importation and theeffect.ofprocess
patents.

FinallY'.there was Article5A, whic.hwas the. most
important provision, and this dealt with remedies. for
non-working and other abuses, inclUding the grant of exclusive
compulsory licenses. NowPIPAf as anon-governmental
organization, an "NGO." in the WIPO language, has obs e rver
status. I went to the meeting, not because. Torn .orianyone else
decided that I was the most knowledgeable and most qualified to
go. I simply volunteered an(jwenLKarl J.ordaalso went the
first. week; I attende.dthe last week. Mr. ono , Chairman of the
Japanese group, was therethe.last week. The,roleofan
observer is not alwaysa. happy one ata WIPO conference because
you can't attend all of the meetings. One couldn't attend the
group meetings., for. example. (I'll discuss and identify the
groups momentarily.) I understand that early in the conference
mos t.iof the meetings were in groups .so that observers/ had a Lot.
of free time :on their hands. And/in ,fact',','observers .conce rned
with trademark issues had a great deal of. free time on their
hands, part Lcu le r.Iy those who carne. for a month. But the last.
week was more interesting, and most, of fhesessions that,we're
held I could attend.
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The U.S. delegation, as you know, was headed by
Ambassador William Schuyler, former Commissioner of Patents,
who was given Ambassado~ status for this purpose .. It included
Mike 'Kirk ,'Lee Schroeder, and Harvey Winter of' the' Patent
Office and State Department, 'respectively. There were a number
of ',advrsor:s' frdrri ~he, p.riVa-te'se.ctot :~':Geor9~-'Clark.": D"O~,Dunne-r":~;
Joe DiGrandi ,Tom Smith, Idan Cooper, Dick Witte, 8ever ly
pattishiUI ,andLimyEvans.i I saw only a few' of these people
because they were there for different times.. , George' Coopecwas
an observer'frbmthe U.S. Trade' Associati'on for four weeks and
8artKish attended fOr the'last'two' weeks. 8art is"'fronC Merck~

. representing the InternationaT Chamb"r of Commerce, and sar t"is
a real expert: '. I think the U.S. delegation was wel1informed,
workedhar~F and did a fine, job in defendingtheinterests'of
the pa t'ent>sys tern and i nv ent.o'r s better than any other' national
delegation:'

Let me identify the varLous> groups that were present'.
Group S consists of the industrialized nations. -- the United
States,JapanandEurope', plus a few others. Thi's group was
badlysJ?lit .. , TheUnitedStatesstoodalon"i against' exclus,ive
compulsory licenses •. There was a group of six' headed 'by
Canada; and including Australia; NewZ'ealand, Spain, pori!:ugal,
and Turkey ,whichwere pressing for auniversaFtext in which
there would be no specialprivilegesfor developing nations;
Morethanthat,though, 'they also wanted .the same' exc Ius Ive
compulsory .licensepriVi'leg es as 'the deveIopin~Fcountries.The
rest of "Grbup8/c ledby,.$witzerland/' Germany" and 'the United.
Kingdom'rappear'ed' "anxious to' reach some' agreement. They did '
the best they could, but, from my vantage point, they obviously'

. wanted to have an agreem"nt,whereas I think the U.S. point of
view was"we' would ,simply not 'accept certain things, such as
excl usive cOluJ?ulsorylicenses'.

The cSovietbloc is Group D;'theywere only interested
in inventors")certificates/and 'otherwise theyprov'ided: mild'
s uppo ~'t f.Ort he de ve 10 pingcount r i e s.•

The Group 'Of '17 ,cOnsisting 'of the develOping
counifri€'sj;"-:'irs::',the:: lar"g'~s,e.: , Esse~ti,a-lily, thel-t:>interest .i s 'in'
weakening "the system,'which they view 'as dominated by us ,and'
they want' to"promote t ec'hnoLoqy rc'r an'sfe'r ontheib: own' terms.

The Chairman of Group Swas aMr;8raendli,Who was
DirectOr of the 'Patent 'Office<in Switzerland. Mr. Davis'::i'sthe
Comptroller General of 1>atentsin'the 'U. K.. .He"was'active ,an'd
a FrauSteup'from,Germanywas 'alsoactive. The leader 'of the
thirdlo/0rlddeleg3.ti,:mfrom 'Ghana/Mr. .vander.puye was. aided,

"s i gni'ficarit'l'ybY' a.8r'azil i'ari! caeleilatey",Me:,' 'Alellc::art,,:whtrs'e","
English was "quite 'extpaordiri,arY3.,
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I thi'nk you' should °know the nomericI attiroeo of the WIPO
conventions so that you get aO little bit o{ thOe1ro flavor No
matter what a 'delegate looks like, sounds °li'ke, what the
content o f.: his talk is, he's a "diostinguishOiid delegate" and~ is
always referred to as 'such; And °when he spe'aks' he 1S
const,m'tly giving th'anks to the other delegates' in appreciation
'for-'--t'hei,r-'-''',e'f{p-~-e:?:§:3'-i:o,n,s__.I'-:'''--'~,~d:-;-jl_~"7r:i~·:,-:~-~a-~,-:_s;_t·~-~~~~:-:a:,--,,_-~_6s:i_t,j]o:n"~', __~tt}_";S,,: .. ,, , ,,'
always a compromise_ 'in the interest of harmony and 'against~ what
one would really like to do. JUso at these meetings, one
does n "t -Spea'k:-~ '6n:e" make's -an'- in't-e'-rventfo'n-,:,_~?,'>:we-' ,_'c:('-ri':s-tCl_n'~,l'y -;-~'-ciVe-;

'distinguished delegates making interventions in the spirit of
compromise.

WIPO is a very efficient 'orgaOnization." ~There ~were a
number of papers being introduced for consideration and they
are numbered, e.g, paper 36, 37, 38. But some papers don't
have official status and those are called "non:'papers". So we
were constantly disocu'ssing rio'n-paper number' 2, 'and then' at ~one
point just prior to: my: arrival, the °chairman of one of the
committees broke the group into a smaller negotia'ting session,
and that was <:alled "Friends of "the Chairman". Sb you have to
learn a whole_'new, vocabulary if you are going'to fearn anything
from thes~s.la~sJ.ons..• · ' . - u - ,

"The ses,sions coh,s'i[lted of plenary sessions, which ,were
rare' (I a s sume there was' one to 'open the meeting, 'and" I
attended one to 'close the meeting) i .then 'the're' we're committee
meetings. Committee Ideal t with most 'issues, Committee "fI,
inventors certificatesi' and Cbmmittee III, toe final 'clauses;
then:tp:e r e:\ll;er;'_~,-g oroup:_ ,:Iti~:~ t_i"ng,s'~,:_. :wn~i ~h_1 a"s,'>.!,· ~s'i'!,,-' ,:~?~9:~_:e'~Y~,_;"}r' ,'.,..'
could not att\,nd, Commit,tee'~ I w,as the maip,a,r,\'lla of activity',
That's where Article SA was discussed, in the' 'negotiating' ~

committee, which I believe was synonymous with th~e "Friends df ".
the Chairman", the ,chairman of that committee being from
Argentina. The, negotiating commit tee meetings consti;tLi~:e,d mos,t
of the final week and we .discussed the chairman's nori-'paper'. ~

The issues Were ,.all SA., I believe there .we r e one or 'fwd .. , ..
meetings on Article I relating to inventors certificates ~

earlier. Othe,r..w.is9,_ .it' ,was:alT A,rtfc)e "5A~ "-,~ ~

,I have prepared a copy of Wh~atIbe,l:LeVe is the a'greed
text that caine 'ouf of these s'ession:s on, Arti,cle ~SA. Despite
the efficie'ncy, of the organization and all the official pape
and this is not a criticism, there simply ,was,n "t time before
all of us left for an official printed text, 'Which I a s sume
will be coming .out in dU,e course. "' put toget;her °this document
which I believe is accur at.e., The,re may. be s,tylis,tic' changes,
there may be different~way,s ..of arrangihg ~ the' subject ',m"tter, ~
but, to the best of 'my observation as .an observer, this is what'
came 6ut of it. . " . .' ", . '. ,I

-441-



- 4 -

The debate essentially was oyersub-paragp.phs 4, 6,
and 8. With respect to number 4, the nature and the bur de n of
the proof to avoid a non-ev o Lun t a r y license for failure to. work;
the time·limits;theso.,called justification clause (shall one
justify, satisfy, convince-- which words should.be used -- the
authorities..,t<:> justify',non-:work itig L.' Tl:le que s t.Lon arose, wer e .
the words to reflect the. subjective jUdgment .of an .o.f f Lc La.l
making apolitical or economic judgment, or were they to
constitute. a legald<1termination based on rules. of law?
Obviously we prefer the La t t e r, which are much mor.e susceptible
to dealing with on appeal.

In Subparagraph 6, should there be exclusive
non-voluntary licenses and.i.f so what. shouLdvthe time per iods
be?

In SUbpara\lraphB.shouldth",re be specialprovisiol1s
for developing count r Lea.r-e-. non-vo'runuary licens<1s ,orr i\lhts
of forfeiture, ..or, ail excJus LvevsuchTfcenae z "An,d~if,solfor

non-working or only for other abuses, and how does on" expres~,

this and what ar e other abuses thannon-w(Jrk.ing?. Bill.~9huyler

asked that question several times. and neverg(Jt an answer .. One
key question that was discussed -- people here may know .the
answer or. may think they know the answer: Does the Paris
conventLon now permitexcl\lsive compulsory licenses .for abuses
other than non-workingf 11' says in Arl'icle. SA, subparagraph 4,
that ,f0J:'fion-working ,compulsory }ic<1n:;;es sha.llbe
nonexclusive •. By infere!)ce,. does that mean for other abuses
theyca.n be exclusive? Thatwould."lSO apply to developed
countries. TO the .extent thatis. So, and many at the
conference stated.publicly and. privately that it was so, this

. new draftis.an improvement in that r eapect, because ."xcl us Ive
compulsor.yli.censes are only provided for developing countries.

. . . AS I said, t he U.S. was adamant; against e xc LusLve
compulsory.li,censes.At a k"y point late in the deliberation",
Bill Schuyler made what I call, and. .1 hope people take it in a
proper sense ,a "Motherhood". speech in; which he. very .
dramatically' and forcefully .•defended;therightsofinv"ntOrs
and property owners, saying it was they who advanced
technology, and that t~eir property was being. given away. He
said the ,United States would neyer be a. p"rtyto depriving
inven~prs of theriglit to practice their own invention.. This
speech r ea lLy warmed the hearts of aI I the Private sector and
even brought some applause,' which in fact was out .or place.
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huyler said thatptivate obsetversand adv i so rs .were
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I'm sure for-the whole meeting , it .seemed as though things
might slow down. There were expressions -of support from
Austral iaand France, and ,when this was repeated at the
plenary, -the Congo said it was understandable that .:the. United
States as a technology exporting country .·shouldfeel •the .need
to protect its inventors. The Australians acknowledged t hat.,
they are technology importers and they don't want to.kill the
gOOsetfiat······IaTd··the··gOTdelfegg; -However ; Trifh'ifTriiil
analysis, Article SA contained the exclusive compulsory license
provision over the U.S. dissent. It was approved by Committee
I and by the plenary and will presumably serve as a basis for
the next diplomatic conference which may well occur in a year
or so.

When I arrived, at the beginning of the fourth week,
the meeting had really gone nowhere, and the feeling I got was
that if it ends this way, there might not be a new conference,
simply because so little had been achieved. But at the end of
the fourth week, with the agreement on the SA text, the feeling
was stronger that there will be another .diplomatic conference.

Looking at what did come out,subparagraph 4 is no
great departure from what we presently have; subparagraph Gis
limited to non-exclusive compulsory licenses, and this is
acceptable. Subpar~graph~, though, is special for developing
countries. There can be non-voluntary licenses within 30
months (that's a compromise between two and three years). They
can be exclusive for up to 4 1/2 years where there are
circumstances constituting abuse, and non-working is one of the
constituent elements of the abuse. If you know what that
means, be pleased, because people who were at the meeting
-didn't know what it means. These words were hammered out
between Group B and the Group of 77. I didn't attend the group
meetings where some of the subtleties were discussed, but
certainly the Group of 77 didn't articulate exactly what they
meant by each of these words that they were pressing for so
hard.

There can be forfeiture or revocation for non-working
atter five years. Now, in essence, it=s also five years if the
law provides for non-voluntary licenses and the grant of the
non-voluntary license would not ensure working. There was in
the text an agreed statement that the conference could only
identify two such cases justifying forfeiture; one, where there
was no applicant who could ensure sufficient working, and this
differs from the present text where you must have granted the
compulsory license and found that it didn't ensure working, and
second, as in the present text, that the license did not in
fact ensure working.
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So that's where we carne out. There are rots of
questions about: what happens next, but,frornrny standpoint it
was a very; in teresting .expe r ience. ram :.afjPre,'cfaf-iveof'Tom
0' Brien· and PIPAfor peirnittingrne to observe on your behalf
anda1soappreciativeofrnycornpany ,SrnithKlinei for financing
it. I think'Mr. Ono w:i:ll have some comments TrorntheJapanese
po i.ntrof . view. .

ADL
11/9/81
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AGREED TEXT OF ARTICLE 5A (Unofficial)

(l)(a) Any country of the Union has the right to require 'by its national
law that the inventions for which that country has granted apatent, orin t he
case of countries providing for a deferred examination when a provisional
protection hasbeeh granted, be worked in its territory by the.owner of the patent
or under his authorization.

(1)( b) Importation Of articles incorporating the patented invention Or
C'<"'rrrad,,"b'ttli,,"paYented' pr'ocess'dbes"I10t ··cbliStltiftEr·wcffJ<1ff!Fof·tliifpatented········· ....

Invention, However ,anycountryof tlie Union haat.he right to regardtlie
importation of articles incorporating the patentedinveI1tion made by the patented
process as fulfilling the reguirements of workingtlie patented invention,

(2) (a) For the purposes Of .this Article, "non-vo.luntary license"meails a
license to work a patented invention witliout t.he authorization of 'tlie OWner of tlie

,patent; it also means a license to work a patented invention given by the owner of
the patentwliere the national law obliges him to give such a license.

(2)(b)Anycountry of the Union lias tlie right to adopt legislative
measures to prevent abuses resulting from tlie exercising of the right granted by
tlie patent. However, importation into the country wliere tliepatent'has been
granted of articles manufactured in any of tlie countries of the Union shall not,
in tlie absence of circumstances constituting abuse of tlie patent rights,i>ntail
forfeiture of tlie patent.

(3) Forfeiture Of the, patent sliallnotbe provided fOr except in cases
wliere the grant of non-voluntary licenses would not have been SUfficient to
prevent the said abuses. No proceedings for the forfeitureorrevocationof.the
patent may be instituted bE!fore the expiration of two years from thegranLof the
first non-voluntary license.

(4) A non-voluntary license may not be applied for on tlie ground Of
failure to work or insufficient working bE!fore the expiration of a periOd of. four
years from the date of filing of the patent application or three years from the
date of the grant of the patent,whichever period expi.res last;itshalFbe •.
refused if the owner of the patent. proves circumstances which; in the jUdgJltent of
the national authorities competent to grant non~voluntary licenses, justify the
non-working or insufficient working of the patented invention. .

(5) Ariycountry of the Union has the ,right toprovi?e in.itsnational
law, . ,Where ',the' ,~xploitation,'of 'the pa~ented .inventdon isrequir,ed,by ,reason. 'of
puhldc interest,. in particular national security, nutrition, health,andthe
d"velopment of other vital sectors of the national economy, for the possibility of
exploitation~ at any ti)11e, of the patented invention by the government of that
country or by third persons authorized by it.

(6) AriY non-vel untary license shall bE! non-exc.lustve anel.shall not 9",
transferable, even in the form of a grant of a sub-license, except with that part
of the enterpr ise or goodwill which exploits such Li.cense ,

(7) Any decision relating to the grant of a non-voluntary license or to
exploitation in the publ Lc interest, inclUding the amount of the just payment to
whichthe,patentee ise~titl~d, oranyel~cisionrelating tothereY(Jc~ti(Jqor

, f(Jtfeiture of a patent.shall be subject to review ata distinc:thi~hei level in
accordance with'the applicable national law. "
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(8) Notwithstanding anything contained in paragraphs (3), (4) and (6),
Qeveloping countries have the right to apply the following provisions:

(a) Any developing country has the right to grant non-voluntary licenses
where the patented invention is not worked, or is not sUfficiently worked, by. the
owner of the patent or under his authorization in the territory of that country
within 30 months from the grant of the patent in that country, unless the owner of
the patent proves circumstances Which, in the judgment of,thenational authorities
cOJ1l?etent to grant non..voluntary licenses, justify the non-working or insufficient
IOJrkingof t;he patented. invention.. where the national law provides for deferred
examination for patentability and the proceduref9r such examination has not been
initiated within three years from the filing of the patent application, the time

.limit referred to in the preceding sentence .shall be four years from the filing of
the said application.

(abi s) However r a non-voluntary license maybe exclusive fora period
of up to four and one-half years in the case where it is determined by the
national..authority, iOOJ1l?etent to grant non-voluntary licenses that there are
circumstances constituting abuse of the patent right and that the non-working or
insufficient warkingisone of the constituent elements of the abuse, subject to
the condition that the patent may not. be forfeited or revoked for non..working or
insufficient wor!<ir,tg for a furtherpariod ofl8 months after the expiration of the
exclusive license.

(b) Any developing country has the right to provide in its national law
that thepatent)Tlay.beforfeited or may be revoked where the patented invention is
not worked,or is. not sl.1fficiently worked, in the country before the expiration of
five Years from the grant of the patent in thatc0Ur,ttry, provided that. the
nat.Lonaj law of the country provides for a system ofnon~voluntarylicenses

applicable to that patent and that, in ·the opinion of the national authorities
cOJ1l?etentfor.. forfeitu.re or revocation, the grant of a.non-vofuntary license would

. not ensure sufficient working of the patented invention, unless the owner of, the
patent proves circumstances which, in the judgment of the national authorities
COJ1l?etenttogrant·llon-voluntary licenses, justify the non-working or insufficient
""rking" of, the. patented Inventrion,

There should be an agreed statement in the Records of the Diplomatic Conference as
follows: The Conference could identify only two cases either of which would
j\lstifyforfeitureor revocation: (a) that, at the time of. the decision concerning
foi:feitureorrev~tionthe grar,tt of anon-voluntary license, would not, be
possible because there is no applicar,tt for a non-voluntary license who could .
ensure su.~ficient""rking,or (b) that the beneficiary of a non-voluntary license,
if one was granted before. the decision concerrrinq forfeiture or.zevocation, .<lid
not, in fact, ensure sufficient ""rking. .

(9). The foregoing provisions shall be applicable, mutatis mutandis, to
lltility models. .

Observation: the Direel:orGeneral will nake the ro.uc)w,ng decfaraei.on-dn
Plenary:

~'l'helnternat:i.ol1alBureau of WIPO will continue to assemble, from all
countr i.es ,meIilbers of th.e paris Onion and dissemi.natednformation on the existence
of, and any changes in, any national measures provided for under Article 5A.of. the
Paris Convention and will publish the text of any corresponding national law as
provided in Article 15(2) of the Paris Convention.

ADL
11/9/81

-446-



-447-

Article', >and then' make-.a comment thereon.

speech byfrorntheresult of Nairobi Conference

Dr. Lourie.

Thank you very much, Mr:.· Chairman.

Koichi Ono
President of Japanes~ Gr~up

(2) Each country of the. Union shallhavethe.right
to take legislative measures providing for the grant
o f.: compulsory :licenses:tb--,prevenb·the- abuses 'which
might result from the exercise of the exclusive rights
conferred: by the patent; 'for: example, f a i.Lure- to'. wo.rk,

intention to' give youalecture'o'n the, Lnt.er-pr-e t.a t.Lon.vo f the

Please refer to Article, SA: of, Stockholm t.esct, Thave no

Report on Nairobi·Diplomatic. Conference

Article SA of Stockholm text of Paris. Convention'. Therefore,

countries have the background on the interpretation of

information, the issues discussed in Nairobi. am()ng.:B~Gr()up

I like ,to start from this point.

Article SA. of: Paris Convention. -As far,as, I .unders t andvfr-orn

I like to make i avsuppLemerrt.a L .expLanat.Lon-on .the.iques.t.Lon of

I believe that you have

the' 'gr:ant, 0 fll excLusi.ve "',compul5 ory:,:l-i c ens eat.t'orpr-event'an

compulsory license to prevent an abuse, In'this"paragr'aph,'

right to' legislaterheasures,.providi-ngfor"thegrarit 'of

excLus i.ve. or: norr-excLus i.ve , Therefore,/ even",if:: .a .country .o f

As you understand -from para: (2), each-memberccourrtcry has: the

t.he membe r :countriestakes:,legislative 'mea'sures'providing, for

abuse, the country is not considered to have made a.ibz-each of

nothing is mentioned whether, the compulsory'"licens'eshall be

Article, but a t . first: I Teadthere-levantparagraph'of:"the



this p az-aqr-aph , This'":1-nterpreta'tion is the ba s i svof

discussions.

Now; 'turning to paragraph (4), it reads:

(4) A compulsory Licerrse may not; be i appLied for on
the,9F?und ,offailu:r~,to;_,work or, ins?fficientworking
before,-the' expi.r-at.Lon o fra per-iod of:·four-,.sea17s fir-om
the.date of fHing of the patent application or three
'years:':'frorri'the dciteof . the" grant· or : the pat.enu, wh i.ch-.
ever period expires last; it shall be refused if the
patentee justifies his inaction by legitimate reasons.,
~uc:h"a .compulsory license"sh~11,be non-excll,lsi:re and
;'shalT:not 'be transferable, even -in t.he.: form, of, the
:gr,a~t:of,~, sU~~license, except with ,that part of. the
8Iite1.·pi',ise· 01.' ':joodwiTl which exploits such, Licerise , .

license :'shaIT .be:·ribn';;"'exclusive,;";'-:',;;;,,'~'!'This,:,:'II such -a.vcompirlso.ry-

first sentence, i. e. a ccmpu.LeorytLa.cense on the:: ground of

failure: to' 'work or::insuf£icienb'-working.

Now;,-: hack:'-.:to;"pa'ragraphi (2)<, :I,I',fa:ilure> to:" work IT 'is -ment.Loned.. as

an examp'Le ,,:a·f'I,abuses,"''.: -Thus />wheh:we .foLl.ow: the st.ockhoIm.

text, there are many kinds: o f abuses;: end- f.ad Luz'e 't.o-wos-k- is

one' .-example:. .--:I::ni order t.o. prevent 'abusesn. each. country has a

right t'i::y,,ilegisla.t'e: meaaures pr9viding"compiJ.lsory~' :14'cens'es.

Nothing/ is: mened.oned ~-orr:',the kind o frauch .cornpuLaoa-y vLd.ce.nae a ,

i ~':e:., exclusive o.r monvexcLusi.vev However,'a:compuls.bry

license 'on :,the' 'groundcif faiLure"to:: work'>shalL:, be-non-c,

excLus i-ver.frrom. paragraph (:4».

Now:, 'there ~is::aq:uestion whether; f adLuz'e.: tb,work':-per,,: se can'

reallyhe,an .abuser.o.r. no.c, Non";;;worki,ng'Dr,':,,:insufficient>

to work' or"in~ufficient"wbrlcingF .pe r se can',nb,t:-:b'econs,idered

to be, ,"an, abuse:.

This question has been clarified in Nairobi Conference.
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How,ever ":,,t,hen,ther,e has arisen ano't:,h~r,,_qu~stion, i. e. .what; . is

abuse? In Stockholm text, abuse is exempli:Eied,bY,,,,:",~a:i)ureto

work',', ,alth<?tlgh ",~upJ:l. al}e,~_,eIl"lJ?I,ifiEat;i9~:s~e~s"n8't: Clc1~qu~t;.E¥",'

but the, abuse in .f.he Art.Lc l e 5Aadol?ted syComrn~tte"JLin

,~ai~ob~ Conferenqe
",:",:,:

woz-da.; .,it, ,is,: ItO:t cl~ar what. abus eii.s , ,_but .. , 03. countermeasure for

abuse is pr-ov.i.ded , This,isanotI:er",~\lbj~st of, discussion.

Furthep, .t.he pe_rii.<;>d pf, :exc~\l8:~vi. tyis provided ~o:be;_:_gp;::,~o

,4,~,5::y~:ars. .,Tpi,$"peri.J?,<;1, s~~ms :::,~,q0l:"t, bUt;::p:rraqt~~Cl.~~Y: ;~e':' yeEY

close to the entire period in which real patent protection is

sought, for a certain field of industry, e.g. pharmaceuticals,

because the commercialization of pharmaceuticals is usually

started average 8 years or more after the relevant patent

application.

Six countries of B-Group, i.e. Canada, Australia, New Zealand,

Portugal, Spain and Turkey, have proposed a universality of

non-voluntary exclusive license. That is, non-voluntary

exclusive license may be granted not only in developing

countries but also in all member countries where there is a

certain economical reason. This proposal seems to have been

supported by socialism countries and developing countries.

I believe that all industries in Japan, regardless the kind

of industry, strongly oppose the proposal on the universality

of non-voluntary exclusive license.

I have not yet made detailed discussion with people of

Japanese industries. Their reaction and opinion may vary

depending upon the kind of industry. One of the most reliable

Japanese newspapers in Tokyo reported the Nairobi Conference

on the top of the first page in October 28 issue.
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Now; "more andimore people are paying at:teritiontothe'flifure

o':f'the Conference.

Patent system has'a basic pririciple of encouraging invention'

by protecting it. resulting' in the development"'and'progress'o'f

industry'. Abuse or'misuse of pate'nt:right :ha;sb~en'criti'cized

and various' cciunterrneasurestopreven't "such abuse or misuse

haveibeen legislated, for exarnple,'an'titrust'Taws:. Now I abuse

of:'patent system, not patent right, again abuse of patent

':'system should riot 'be just.ified"e'vel'I unde.r 'the riame of 'treaty .
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REPORT OF FACT-FINDING MISSION ON INDUSTRIAL

PROPERTY SYSTEM OF PEOPLE'S REPUBLIC OF CHINA

FROM JAPAN PATENT ASSOCIATION

---------- PATENT AND TRADEMARK -------------

For la days from July 1 through July la, 1981, the

Fact-Finding Mission on Industrial property System of

People's Republic of China, organized by Japan Patent

Association visited People's Republic of China to investigate

present situation concerning patent, trademark and technology

transfer, and to have dlscussions'withhlgh officials 'in

various fields. The mission, headed by Mr. Sadakazu Shindo,

chairman of Japan Patent Association, was composed of

14 members from representatives of patent department of

private enterprises.

Many people engaging in the area of industrial property

right, as either individuals or groups, have so far visited

China. However the visit of the mission composed of the

representatives of private enterprises was indeed the first

case. for Cqina. The people concerned there were looking

forward to the mission with greater expectation. Accordingly,

the mission could obtain more fruitful result than initially

expected.

No. 3

KazuBJ.sa-Imiii'

Japanes,e ,Gr0l;lp t,<::0mIll~tte

Introduction



circumstances of years ago, many references, oral and

industrial pr-ope rt.y.. ~i,gA:t ':.::;:Bnd, a; .de'veIopment; of current

Trademark Law in China. In the second half, Mr. Ornate

will repoit:::nibJ:kh:t'Ei ':'f~ga'fdirig ::ilild~i{s"ing".

A bill of the Patent Law was already drafted by the

In the fi:r"st; :half;, ,:T will -t'a.lk",':abdift:-mabter's> r-eqar-dd.nq

legislation 6'f'ifhe::patehi j:~'a:w, Q'f~ki1'iz~t1dri:'d§'~:iii19::':with'

-452-

peopie I S Republ'ic of China intends to protect and

c, ';, ~':,:: \" ,:,::.
course; what I mention here is based'upon information

obtained mainly \~:hrough'-<~~:st16ns and answers with:-'thi~ese

like to mention the current situation. As a mat6i;~'r--6f

written, have been introduced so far. Accordingly, I would

with respect: .to, t.he . ;Le,gislative history and lawful

officials.

Recent

"organizations dealing with industrial property right ll
•

encourage inventions, utility models and industrial designs

under the Patent Law. I would like to explain about "status

quo of legislation II, "expected contents ot' '~':~~ent Law" and

:",,--' '-'-"",.-

i t will;b~""-~ent before the National People I s Congress where

State Counsel. After the deliberation at the State Counsel,

it shall be finally enacted as a law. However, there are

Patent passed to the

makes it difficult, at present, to foresee when the Chinese

Patent Law is to corne into force.
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2. Expected..:'con:tents"crf: :pat'ent:'

Generally speaking I China's Patent Law wil,l:,:no.t,'include

drastic provisions as often found recently'<in, :those:,o'f"

deveLop i.nqtcountarfe's , . E't;': s'eems:,'that'the,,'Law:-- as'ir::,',whole

will,~be accepcabLecone ihdu's'tria1:i'zed:,'countrie'5~

While being;: a':)Ii1embe:r of: -t.he.: cornmunti.sm 'countries:/'--People':" s

Republic of China has, reportedly, no intentib~(tib :adopt

the so-called Inventor's Certificate:':'Cidopted -in:, U:.:s'~S;:~'R;.

Let-:,rtte,·;"show':;iy:btl.::,;sorne'maj6t':;pO.itft,S whdch 'ar-e.iknown to

us ttiiough 'discuss ions:' we -hadi whi'le ( stay'ing,;Lin:>Ch'ih'a i• ' ,,',There

wouLd .ibe.,,',a possibilit.y :0£:' change:,:i.ri ,a>''- cour-ses trf~'"f,u:t,the-ri

s t.udy-; The::expe'cte.d flow chart 'for:- ohtainihg petrerrt; 'b,::"

shown in Appendix 1 (page 11).

(1) Requirements for patent

(a) Tlte-::'f-irs'ti:>:·':file' system ':'is (t6",be,;-.l.ntr6dilced"~:- Patent

grciiit'ed<,:t6 :jan '::inventiell ; liirvihg:', noveLty'; in-ventive

step' a.ndlitility: 'C;

(b r:"'FbI-1bwi:rig' Inv'ebit.1:0ri's' ,'are ,::iri6t",':paterited:

Foods and beverages:;:: 'J?ha£maderiti6aIs i"cI1efuicaTs'Y"

new species of animals andi':'tnarifs;:r;'transfoi::tnati.:1brl. of';

at6fui-'c:,':IiuCl'e'i; di;ag:ri6sti'c':<and''-,:inedTc~r:>trea:tit1ents;

'and 's;bf,bwa:::fe.

Reg'ataiI1'g tbef''-:.:'ffrs't: :',:fiv'-e'·Ttemsi":':::i,:~,'e. J":'fidirl'-'

foods,:' and ;'beve:ia:ges/:tb he!w:,,'spedies'::6f ari'itnals' and

:plari'fs',' a proCe's'g''-,'p'a:terit '-(is- :":a:v'a'iTabi~ 2

(2) Forma.lity

The appLi.canf 'i'.5" 'req:ue'sted':"tb:,::tilE;?':-cf :':re"lriest', for



application, a specification',:,claims::and prior art

re'ferences'~

(3) Priority right

China is not -a member ,of Paris Union. However,

any foreign, applicant- may claim'a priority of:,12 months.

It'is not yet clearwhen.China' will be,amembe:r::.of

.par-Le Union.

(4) Preliminary examination

Upon £i·1:in.9, appl·ication .Ls examined ·whether

'oi'patisfying the", fO,rmal' req'uireroeIlts ---_ and: :whet.b~r;fi,'l.·li!lg

i:rl>:unpate:n.table,i:nven1;io:ns,."c: ,Jf::'::r:-ejeGteCl" -tl].e C3,PP),,'iGC3,.I'!1;;

may :.:ippeal for- reex<rnt.ination within three .mont.haYzom

the date of rejection.

(5) Publication of application

Any, application is laid open to public after

i 1,8 months .froro-:itsfilinggCite or i,tspri.o:r;i:t;y date.

Since then, the applicat{on is to be given ,a p~qvisional

protection, which can ,r~tr09pec;::tiv;eJ.,y demand pCl:yrnent."pf

compensat.Lon upon gra,nt of::pate.nt.

(6) Spb~t~n~ive·exam~nation

/ppqTl',reqll~st,.,for ,-:exa"m~nat,ipn, a subs,tantive

examination is taken place. Request for,e~arniI1.ation is

required to be:f.iledw.i;thi:n 2 years,froIn:the: laid-open

date. qnc~ eXam~natiop~s ~eq~ested, tpe a,pp~~P?nt is

allowed to filepece~s~~y:arne:ndments. In caSe rejected,

applicant may appeal the rejection W'Ltll1'\

montihsvf.rcm t.he ~'Clat~. o f re-jeq,t;i01l.....
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a license to other parties of interest und~i

ag:t~grni§rit ~ith: a feaso'rta.:ble·';..ro~lalfY.

(12) iltig"tiOIl
ihyb6ay Irla:y sue' ag.3:ins'f' ±rij\iii6t:i6n /i,;reCover'y of

damages, invalidation ~8f' pa:terit);"ef'C'2 ':':'bef6re: the

Court of People. Also he can appeal:'aga'i-n'st "-~the'

dgtjIs16h '()f'::reEb~ihninat±'bri]



Organizations.;iidealing wi,th; ind:us'tri,aL'prop~r.ty,r:igh't13';'

1. Patent','Office,

The Pe'tentir Ofifd ce "was,j',arganized;:.oni..J:<flJ;l1.lar;YL ,}4:,' 1.9?Q,:-,"

and now about;. 300j staff:! members' 'a~e -Wcfrkin,g;·t:he"r~':.~::'i; The,: :<:r:x.,"'·

Patent Office,: compr-dsese: "Leg,a,l:: Board'y:"Tr.aining,.:BoarCi'ii';

Documentation t Boar-dxand.t E~amina-bion'~.'Board:',i ; For ,-whiph J,,:. /6:;,

35 and 60 people are working respectively. In addit.irOn)l:/':

there'): i s ra .idejoa'r.timent; handl irig;: ',mat,ters.,;"con:cerh;ing""persohne1

andojenexaI edmi.nds tra'tdonc, ;)The::,preseflb J0rganization;;.sis",i'

however,--:itenbative,;::,f(ir".legislat.io'n 'of~ -che :,Pateht L?iW:,~'j ~.~ Upon:',:,'

enactment: df,:the;"'Law,,,:,:it,;.-, is: ;likely:: to,: bei: .c'hanged;:~'''', ,..,~"" ..,

2 .:Agent·"", .:

It is planned to set up the Patent Section in the.

Legal Affairs Depa£tment:-,of"J.the::JChina .Courrc.i-L. ,forr the:J:J T

Promotion of::]nternationaL:T:rade: f a s.. in' the",'c£l::se ,'of' alr'e:ady

established::Trademark aectri.on . .: Every ;fore'i:gn; .patrent; .appLica'tLon

rnus t-r'berfi.Led through .t.hi.s Sect:ion:":,'-,,T,his p'ate.nct::S~'cti:on:;'will

-'457~

havLnqa hew:shape.-,,:,; p-aj:;tepn;--.;\o:r:'~ qp;lpr cp:r;:;}qp~irR-;tAg.n;of:

;;t.hem, Eocenhance thel:t1,:, appear-anoe ,i:n' ,::b~:Eq':1:'t::y;.:.

(2) Priority'right

"")~PP'l:~can;tFl'may ten,Joy 'c:la~Il1ing ':qf.:-6--;W9ll:.:1:!l :pr.i;C?,F~:1:YT~_'~

(3) Term of ElesigmPatent

";5 ;,in';' .-the£ ,case,':' :ofe: ~thej ;util ij:,y Mq.4g.1~L t:h~,(t~~,;qtl~'9::1::,

< ,Design:·, Patent; .Ls. 5:,'year,s: ~': iExtens:ion,i,sB:q:$:?:.:A.p~e';Lfpl:"'

another 5 years upOn request.

(4) Flow chart for obtaining,De.",igIl,P,\tem:,.",

See,'Appendix',2 (page 'l.2·.b



be further-,'dividedln'to fourgrohps: specializedfo;r,::

Electronics, -Machinery', Chemistry and«.Miscell'aneous. The

number of patent applications from foreign cpuntries,are

expected to be in the range of 5,000 ""10,000 per year

according to the China Council for the Promotion of

International' Trade,. To:' haridle these;applications~more

than: ,',200 '-s>ida,ffs~1 -e.ccoz-dd'nqi.tio their 'assumpt.Lon, Lsmeeded ,
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the p rot.ect.Lon of manufaFturt=,~s and, c:qnsume:r;-,s by

providing t.he trade.mark,.;r:~ght·.

2. According to the., current rule, the term of .t.r-ademar-kd.s

10 years for foreigners i while there is notiisuch limitation

for nationals.

of trademark right expires 10 y~a~r:3 ~r:respe,ctive: qf,;.n,!=h.e

national·ity •

3. Opposition system is to be introduced. At present, there

is no provision for opposition.

4. Trademark license is to be introduced.

5. Time limit for cancellation by non-use will extend to

3 - 5 years from present 1 year.

6. Clarify trademarks not eligible for registration.

7. National treatment and other incentives are given to

the nationals having bilateral agreement.

8. International Classification of Goods is to be adopted.

In addition to the above amendments, the mission

obtained information on following matters through questions

and answers:

(a) Protection of well-known trademarks, (b) Joint

ownership, (c) Trademark using in connection with goods,

(d) Modification of registered trademark, (e) Infringement

of registered trademark, (f) Classification list for similar

goods, (g) Trademark search, (h) Trademark Journal.

The details were introduced in September issue of

"Patent Management" published by Japan Patent Association,

although they were written in Japanese.
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I have:' 9~h:EiikJ:iJy otii::iihed" ''-the'':6tli'£emt') s'Ytuat.l.bIi

concerning the patent and tr'adein'ark~ l\=i.ws':','Ih.1 p'ebple"

Reptibi"::C6:,c:b'f"'Ch.ln\:r~ :'FlhaYly ," -:Yet:~' m~f r~pe:at;::,r~r;rairt '£-111.1::' tJ:ie'

-':~iIlfh~c~iri~ni?)-b:'f-;th~ "P:afent'LLaW Wi-'ll' 'take{)tn6Fe:; yEHI.'i-s::~·""'a:nd there

is a posifbiii;t'Y'>bfl<;bhan~'i3 0'£ hOHt~'ilEs \1u-:Fihg'" the:' d6ii'rse':'Of

detiv~~\3.ti'tAi'·bf':'\frg'f~hat'f'o'fl< .,
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Any Person

FLOWCHART '.' ·POR PATENT

Patent Office Applicant

RE'cep.tiO!1 I File Applicationr~---------

-r-

-----1--

priority date• or- '--."""-'~

.; 2 years
I Request for Substantivie Exam.1

I Nohce 'ofRejectionjL~fCC2L:L
'. 3 moj!ths.c:

rl"R::e"q=u:-e::"s=t--··'fC:o"r::""R;;"e::"e:-=x--a::m"i--n"a"tC";cr.o::"n=-'+-r .
18 months *

ExaminatiOn

Rejection

B;eexp:rriinJat:io:rr-

Reexamination
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JL .. J~~j~ci'-on,:"-- --------~--~~.~~~~~~~-~~-~~~~~~~~~ L-----;-~~!~~s

NOh..f:Lcation of .·Regues.t·for
Subs'tahtive- -Examinat:ion in O.G.

,6 [X;;;" .

prelimina'ry 'E)(arninat-ion,

I Rejection Imm- I
Y';': •• :T, . j . _... , , i_

Grant h.;·,···· "'t'drRedection I :
" '

- -~ __~coultof .plopf~j~--~-::;,~---;-~~~--IAppeallI In:v:,:a'lld:~t·:bqn I

--~---------------------
6 months

--r-- I opposition I

I
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By Mr. Cplvin N. Sparrow, Eli tilly & 'Co.

RECENT DEVELOPMENTS IN LAW AND
. PRACTICE IN SELECTED LiHIN

AMERICAN COUNTRIES

i'1'{TASKTODIlY IS TO 'DESCRIBE>RECENTDEVELOPMENTS

AMERICAN COUNTRIES •. I WILL INTERPRET THE WORD:"RECENT" ..,.

RATHER LOOSELY, GOING BACK IN TIME SEVERAL YEARS WHEN IT

SEEMS APPROPRIATE. MY SELliITI ON OF ·LATINAMERI CAN COUNTRIES

\~AS LARGELY CONSTRAINED BY THE TIME AVAILABLE TO US AND WAS

THEREFORE ARBITRARY; BUT I HOPE NOT CAPRICIOUS. !WILL'BEGIN

WITH SOME RECENT DEVELOPMENTS IN MEXICO.

tlEX.lC.Q

THE LONG"'AWAITED REGULATIONS UNDER THE 1976 MEXICAN

LAW ON INVENTIONS AND MARKS WERE PUBLISHED AND CAME .INTO RORCE

IN FEBRUARY OF THIS YEAR THE NEW REGULATIONS MADE SOME

PROCEDURAL CHANGES IN PATENLPRACTICE WHICH ARE NOT PARTICULARLY

Ir1PORTANT.IN THEMSELVES BUT ARE TROUBLESOMEjF.OVERLOOKEp. I

HAVE LISTED. THE MORE IMPORTANLOF THE NEW PROVISIONS IN,AN

APPENDIX A WHICH IS ATTACHED. HERETO, I USETHEWORD."CHANGE"

WITH SOME .. HESlTATI ON. IN RESPECT PF ATLEASTPNE OF THE ITEMS

IN APPENDIXI A. ARTI CLE 25 OF THE NEVI REGULATIONS PRESCRIBES

THAT CLAIMS SHALLCONTAlN, WHENEVER POSSIBLE, ,A PREAMBLE; •

ACKNOWLEDGING THE STATE OF THE ART AND A PART WHICH CHARACTERIZES

THE NOVEL TECHNICAL FEATURES FOR WHICH PROTECTION IS SOUGHT.
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ARTI CLE 25 SEEMS MERELY TO' F6RMAUzEwHAFHASI..(')~JGrBEEN GOOD

CLAIM DRAFTING PRACTICE IN MEXICO.
THENE\~ TRADEMARKREG~LATlONSSEEM SOMEWHAT; MORE

SIGN IFICANT THAN THOSEJOR PATENTS;' A NEW "MEXIGAN". CLA~S IFI CATION
SYSTEM IS SET UP.THERE·ARE, NOVil5> CLASSE~ ifITH C!,ASSES 1 TOSS
PERTAI NI NG TO GOODS AND' GLASSES 56JO 75 PERTAI Ni NGTOiSERVICES.
THE MAJOR CHANGES IN THE GOODS, CLASSEs ARE SUMMARIZED IN.

APPENDIXB.
THERE ARE THREE ARTICLES IN THE NEW.I:lEXICAN

REGULATIONS WHICH PROVIDE FOR THETRANSITlONFROM.THEOLDT0.THE·
NEW. ONLY THE THIRD TRANSITIO~IAL ARTICLE IS IMPORTANT TO US •

. THAT ARTICLE REQUIRES US TO REVISE OUR CLASSIFICATION OF GOODS
TO CONFORM TO THENElrCLASSESUPONAPpLICATION·FORRENEHAL OF
REG ISTRATTON.· I HAvE BEEN iADVI SEll BY MEXIcAN: COUNSEL THAT
RECLASSIFICAfIoNMAY' BE APPLlEDATANY>TIME PRIOR TO RENEWAL.

THEGENEMLSITUATIONOFINDUSTRIAl PROPERTY IN
MEXICO ISNof<J\HJ\PflYONE.i,. PATENTS AND CERTIFICATES'OFINVENTION
HAVE A LIFE OF ONLYTEN'CIO}YEARSFROMTHE'DATEOF. GRANT. '
INVENTIONSiOFPHARMACEUTICALS, AGRTCHEMICALS) FOODS AND iFEEDS,< ....

CAN BE PROTECTED ONLYIlYCERTIFICATESbFiINVENTIONClAIMINGA
PROCESS FOR MAKING THE PRODUCT . THE ONLy RIGHT THE HOLDER 'OF
A CERTI FICATE'OFINVENTION 'HAS ISIO COLLECTAR.OYALTY.
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.'

THE I~LI NKING'; .... P.EQU I REMENI 017/ THE TR~DEM~RKLAH

IS STILL WITHUSIN MEXICO, ALTHOUGH.THE D~TffORENFORCING

IT HAS BEEN E¥TENDEDANPIS LIKELY TO.BE EXTENDED AGAIN WHEN

-.465-



-4-

ATHIRD LAW ON LICENSING AND THE TRANSFER OF

TECHNOLOGY CI\MEINTO· FORCE IN AUGUST OF 1977 AND SUPERSEDED

THE FIRSTIJl.W,2 THE THIRD I.J\WDISTINGUISHED<AGREEMENTS

BETWEEN PARENT COMPANIES AND THEIR SUBSIDIARIES FROM AGREEMENTS

BETWEEN UNRELATED COMPANIES, AND MADE RECORDAL COMPULSORY WITH

A HEAVY FINE FOR FAILURE TO RECORD,

THE THIRD LAW SPECIFIED THATcERTMN CLAUSES WERE

TO BE !NCLVDEDINALL CONTRACTS AND PROVIDED FOR A NUMBER OF

" IMPLlCIT" cLAUSES WH lCHWERE TO BE READ INTO ANY CONTRACT WHICH

DID NOT EXPLICITLY RECITE THEM,. THESE IMPLICIT CLAU$ES RELATED

TO GUARANTEES OF THE EFFECHVENESSOF THE TECHNOLOGY TRANSFERREDs

THE PROVI$ION OF TRAINING BY THE SUPPLIER OF THE TECHNOLOGY, .

PRI CES,.$ECRECYANDQUA~ITY, THERE WAS ALSO A LONG .LISTOF

CLAUSES,..T~E .PRESENCE .. OFWHICHWOULD· RESU~TIN REfU$AL TO

APPROVE THE CONTRACT.

THE:FOUffTH CURRENT LAW SUPERSEDES THE THIRD AND SEEMS

TO BEA SMALLSTEP IN THE RIGHT DIRECTION. 3 · THE LATEST LAvl

PRESERVES THEDISHNCTIONBETWEENGONTRACTS TO WHICH THE PARTIES

ARE PARENTANOSUBSJDIARYANDTHOSE TO WHICH THE PARTIES ARE

UNRELATED,CONTRACTSBETWEENPARENT COMPANIES AND THEIR

SUBSIDIARIES MUST BE SUBMITTED FOR ApPROVAL. CONTRACTS. BETWEEN

UNRELAJEO.· COMPANIES ARE .TOB.E.SUBMITTEOFOR t~INFORMATIVE

PURPOSES", FAILURE TO SUBMIT A CONTRACT. WHETHER FOR APPROVAL
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OR FOR INFORMATIVE PURPOSES, DOES NOT RENDER THE CONTRACT

UNENFORCEABLE BUT DOESIMPACloN IHECORPORATE INCOME lAX •

THE RECEI VER OF TECHNOl.OGYUNDER A CONTRACTJiI-IICHHAS NOT
"""'"" ""

SUBMITTED MAY NOT DEDUCT ITS AND" EXPENSES FOR INCOME

TAX PURPOSES. THE SUPPLIER OF TECHNOLOGY ALSO MAY NOT DEDUCT

HIS EXPENSES AND PAYMENTS r'lADE TO THE SUPPLIER ARE CONS !DERED

NET PROFIT FORINcDMETAXi'URPDSES.

THE LATEST LAW PUTS NO RESTRIGTIONSQNCONTRACTS "

BETWEEN UNRELATEDtoMPA~mSOTHERTHAN THE REQUIREMENT TO

FILE THE CONTRACT FOR INFORMATIVE PURPOSES. THE PROVISION

IN THE 1977 LAW RELATING TO THE SO:':CALLEDllMPLICIT" CLAUSES

IS GONE AS ARE THE LONG LISTOF CLAUSES WHI CHINCURREDAUTOMAfi6

REFUSAL. THE NEW LAW DOES IMPOSE SOME SEVERE RESTRICTIONS ON

CONTRACTS BETWEEN PARENTCOMPANIEs"ANDTHEIRSUBSIDIARIES.

THESE RESTRICTIONS ARFSETOUT IN ARTICLE 5 OFTHE NEH LAW AS

IMPLEMENTEDBV.L\RTICLE30F THE REGULATIONS UNDER THE NEIfLAWJ

THESE TWO ARTICLES APPEAR IN APPENDIX C.

ARTICLE 5 OFTHENEWLAW PROVIDES FOR MANDATORY

REFUSAL OF CONTRACTS wHICHCdNTEMPLATEPAYMENlOF ROYALTIES

FOR USE OF TRADEMARKS; THIS IS 'A SEVERE RESTRICTION INDEED

IN VIEW OF THE VALUE WE ALL PLACE oN OuR. MARKS.

ARTICLE 3 OF THE IMPLEMENTING DECREE PUTS A

5% MAXIMUM ON ROYALTY PAYMENTS.
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APPENDIX A

SOME CHANGES IN PATENT AND CERTIFICATE
OF INVENTI ONPRACTICEREQU IRED.

BY 1981 RULES

ARTICLE18: W~ENTHE APPLICANT: IS NOT THE INVENTOR,
THE ASSIGNMENT TO THE APPLICANT MUSTBE

NOTARIZSl.·
ARTICLE 25 CLAIMS ARE TO CONTAIN, IF .POSSIBLE r

PREAMBLE ACKNOWLEDGING THE STATE OF THE
ART AND ACHARACTERIZING CLAUSE.

ARTICLE 28: DRAWINGS FOR DUPLICATE COPIES OF APPLlCATIONS
MAY BE REPRODUCED.I NANY SU lTABLEMANNER
PROVIDED THE REPRODUCHONS ARE THE SAME

SIZE AS THEORIG INAb DRAWINGS.
ARTICLL33.: APATENT APPLI CATI ON COVERING AN INVENTI ON

WHICH IS PROPERLY COVERED IN AN APPLlCATI ON

<FOR A CERTIFICATE OF INVENTION MAYB.E
CONVERTED TO AN APPLICATIQNJOR ACERHFICATE
OF INVENTION. FAILURE TO MAKET~ECONVERSION

UPONREQUESJ WILL CAUSE FINALREJECHQN
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ARTICLE 39: THE SPANISH TRANSLATION OF THE PRIORITY
'DOCUMENTCSlFOR ;CONVENTION APPLICATIONS
MUSFBES] GNED BY AN OFFI CIALLY AUTHORIZED

c,c""""

EXPERT,
ARTICLE 40: APPLICANTS FOR PATENTS AND CERTIFICATES OF

INVENTION MUST SUBMILTHREE;SMALL SIZE
COPIES OF THE DRAWINGS>UPON PAYMENT OF
FINAL FEES'
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CLASS 4 .

CLASS 6

CLASS 18
CLASS 26

CLASS 39

CLASS 50
CLASS 51
CLASS 52
CLASS 53

APPENDIXB

SUMMARY OF CHANGES INCLASS IF! CAT ION
OF GOODS REQUIRED(BY·THENEW

MEXICAN REGULATIONS

IS RESTRICTED TO "ABRASIVES AND MATERIALS
. FOR POLISHING'! .

IS RESTRI CTED TO "CHEMICAL PRODUCTS FOR
INDUSTRY, SCIENCE, PHOTOGRAPHY, AGRICULTURE,
HORTICULTURE, AND SILVICULTURE, WITH EXCLUSION
OF PRODUCTS FOR MEDICAL SCIENCE"
NOW COVERS "LIVE ANIMALS AND FOODS FOR THEM"
NOW COVERS "SCIENTIFIC, WEIGHTING, MEASURING,
NAUTIC, GEODESIC, PHOTOGRAPHIC, CINEMATOGRAPHIC,
OPTIC, CONTROLLING, RESCUE, BYOYING AND
TEACHING APPARATUS, AND SENSITIZED PAPER AND
FILMS"
"CLOTHING" FOOTWEAR IS NOW EXCLUDED FROM THIS
CLASS
NOW COVERS "SOAPS AND DETERGENTS"
COVERS "MEDICINES AND PHARMACEUTICAL PREPARATIONS"
COVERS "COSMETICS AND PERFUMERY PRODUCTS"
COVERS "ALL KINDS OF FOOTWEAR"
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APPENDIXC

ARTICLE 5 OF ARGENTINA'S LAW NO. 22,426
ON THE TRANsFER OF .TECHNOLOGY •• ·

THE JURIDIC)l.UACTSINCLuDED'IN'(HEWREFERENCE
IS MADE TO CONTRACTS BETWEEN RELATED COMPANIES) SHALL BE
APPROVED, IF AFTER THEIR EXAMINATION IT IS CONCLUDED THAT
THEIR CONSIDERATIONS AND CONDITIONS CONCUR WITH THE USUAL
MARKET PRACTICES BETWEEN INDEPENDENT ENTITIES, AND PROVIDED
THAT THE AGREED CONSiDERATiON is iN ACCORDANCE WITH THE
TECHNOLOGY TO BE TRANSFERRED. THESE JURIDICAL ACTS SHALL
NOT BE APPROVED WHEN THEY FORESEE THE PAYMENT OF ROYALTIES
FOR THE USE OF TRADEMARKS.

THE REGULATION OF THE PRESENT LAW SHALL ESTABLISH
GUIDELINES WITH RESPECT TO THE SPECIFICATIONS OF THIS ARTICLE.

ARTICLE 3 OF IMPLEMENTING DECREE NO. 580

TO THE EFFECTS MENTIONED UNDER ARTICLE 5 OF THE
LAW, IT WILL BE PRESUMED THAT THE AMOUNT TO BE PAID AS A
COMPENSATION FOR THE TRANSFER OF TECHNOLOGY IS FAIR WHENEVER
IT DOES NOT EXCEED FIVE PERCENT (5%) ON THE NET SALES VALUE
OF THE PRODUCTS MANUFACTURED OR THE SERVICES PERFORMED BY
MEANS OF THE TRANSFERRED TECHNOLOGY.



AND 10 DECEMBER 1973, :RESPECTIVELY.

REFERENCES ...
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L!\WNg.19,231 OF 10 SEPTEMBER 19ii. SEE ALSO

IMi:lIPMPNTT NG DECREE NO. 6187 OF 22 DECEMBER 1971

2) LAW NO. 2L617 OF 12 AUGUST 1977.

3) lAW NO. 22,426 OF 13 MARCH1981.SEEALSOlMPLEMENTlNG

DECREE NO. 580 OF 25 MARCH 1981.



REPORT OF FACT-FINDING MISSION ON INDUSTRIAL PROPERTY SYSTEM

OF PRC FROM JAPAN PATENT ASSOCIATION

'Conul'li tt'e'e No ~:3

fih?jiMATSUI
Zenj'iro NAKAMURA

gpeaker-, Hi:d.eki-',QMOTE

The Fact-Finding Mis~ibk''~'bmp:b:'~:k':db:f '1)! ,:·J:"k'pres:~ntatl.v-e-s

from the Japan Patent Association visited the People's Republic

of China from July 1st to July 10th" and .ob t.e Lned a, lot of

u seI'uL LnI'o r-ma liuu Lh.r-ou.g'h exehan:ge" or views wl\li. Lhe c ompet e n L

Chinese officials on their way of thinking about operation of

the p'Lanned 'pat-ent',:law',and the c.ur-r-errt trademark Law a's weLil,

as about the licensing of 'techrro Lo gy, .

Prior to our Mission's visit, a government delegation

including some representatives from private sector, headed by

Commissioner of the Japan Patent Office visited China in April,

1979, to review developments of the patent legislation and to

exchange opinions raised in various industrial fields. After

the delegation's visit, other fact-finding missions to the

country were dispatched by the Japan Institute of Invention

and Innovation, and the Japan Patent Attorneys' Association

with the object of talking mainly about problems pertaining to

a system for promotion of invention, technical information

management, filing procedures, etc.

The Japan Patent Association composed of about~ leading

enterprises of Japan had a strong desire, from a standpoint

of private sector, to promote transfer of technology between

the two countries through licensing agreements based on patents

and relevant knowhow under the principle of mutual benefit, and

we were looking for a good chance to visit China to get a first

hand knowledge of the patent legislation and technology licensing

policies of China and to discuss the matters with the authorities
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Having 'heard" the "news that the Chinese patent Law was

finally drafted and wo u Ld cb e promulgated in the not-so-dist-ant

future, our Hission gave effect to the project and successfully

attained the anticipated purposes~

'While .o ur- exchange o f". views covered the':' wh o L'e f.Le-Ld of

the industrial property system and technology traJ;ls:fer, as

Mr-, has:j reported on t.he.: o u't.Ldne .o f the dr-eC't e d

patent law and a revision o f'v t h e trademark .Lew , I would .Ld.ke

to report oni t he matter of t.e c h no Lo.gyct r-an-s r e r- as the"k.ey,sU1J,~

ject.

With respect to the licensing' policies 'ofChiri8., we

expected to obtain as: much information as 'possible on C'hLn'a IS

idea and status 0'[ arrangement o f" .st a t.u.t.or-y system mainly in

connectionwi.th techno Lo.gy 'tc-ene r er-. covering pe t.ent.s vand

knowhow not accompanied with equipment (pure licensing).

Further; as the matter to he requested -to vt he- Chinese side,

we endeavoured to have China recognize the impor-tanc-e of,an'

early establis~ment,o;~Chines~ ?atent ?y~tem ,3;]~hat 3~ooth

transfer of: technol,ogy to China could be realized.

Our delegation, prior to the, -v i s.L't :sentqLtestio'nna;ire's::,in'

line with the above purport to o f f'LcLaLa .conc,~rn,ed ;;ill: jCh~n,a ..

The Chinese side requested us to introduce the post-war licensing

situati'on in Japan and its experience, together with'th'e

histor'it'~"tpract'i6e of adriiinistra'ti.Je contr~i ontid'e:'r.[~;e by the

Japanese Government.

1. P'Lace a visited and summ,a.r:y, of,ta1k<S!:

'I'e ohno.Lo'g'y Trarts.fer'Dcpartnidn·t' c f ',the:,'trripo'rt' -B'xpor-t;

Commission is" .c am-y.Lng out' planning of i:POTiC'';!f}'!ti'fws and

r-e guLa-ta on's cbnc'er;ning-'pur:elicens'e';:~andJper-mt-s e'i.on "arrd

sanction 'on 'te c h nd.ca.L cont-rac.t., frotn;'the:generaTns't'andpoint.

The med.rr-poz-t.Lon 'b,£,thi's: report' was' Obia'irfEid :f.f'om ';M:f~' "Pe d Chao,

Vice...;Direc':tor "a.'rid ,Mr:..' Ca o Jiar·u'i'j:'Dept.itY 'Di:re'c:tOi' i' out t he

oc c as Lon ·of·aur: voisi tt'o: "th'e 'c:oni!Ili".ssion~-
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At 'the C'hd n aeC ounc iL: fio r-n t hecPr-omo t.Lo n .cof En-ter-na 't i.ona L

Trade, we called on Mr. Re n. .j Lanx.Ln , .Dar-ec t o.r., LE!gal:,Affai,r?

Department, and." could-hear about the joint"vE!ntuJ:C~je n t.e.r->

prises and the arbitration ma t.t e r-ecLn. C'hti n a,

Chinese Foreign:Tradepepartment is in<Gharge of

planning and .pr-ac -c Lc-erof', .Gb.Lne sefore ign t r-edevpo Li.cy ,

'Its" N'o.4 Bureau Ls Ln. charge of Asian and",A.SEl\N,coun:tries';,

We -c'a.L'Le'd. on-Hr-, Rd n cl.Land'ed-, Vice-Director of NO'.;",4

Bureau,";andcould Le ac-n f r-omchd.m the current 'Chinese

situation and the future outlook as to the general problems

of trade be~~een ,Japan; and Ghina.

'At .sa i.d .t.hr-e e -offices" we gethe r-ed inf.ormationabout

China I, s idea ab.outte Lt.cens.e., a nd- ,pIan,'"of,enactingJ..,aw-s, and

regulati:ons, e t.c.,", and, one: of-,"ou-r,dele:,gate,saddr,essed,.-' a·

lec t ure o:n"J,apan":s post;"w,ar',:expl8,rienc,e's'-on Ld.ce ns e.. be f'o r-e

the Ob i.ne s e.i-o f.f'd.c La Ls conc.e r-ned. .ran.d they" vLg.or-ou s e xc hen.g e

of vdews wer-ev ma d e., :

I'will report a summary of the''''findingsahout the

matters relat:Lng";tb'the Lt'ce'ns Lng poiicie's" and'th:e que siri.on's

&:,ans:w,ers: ;-fro.m, "the both sLde s .

1) China, has just .finished, i t s ~ixth Chine~e Genera~ c ong r-e s s

of Communist Par-t.y to su~:m~,ri'Ze, it,s,JO" .yeer s history.

Accordingly, China will never change its ,P'?,l__i.-?'y'(),~,

techpology exchange with foreign countries or formation

policy of joint ve rrt.ur-e' 'w'i tH' tii+::i'lti~":':h( th;;{: future:.
. i, s ,~a:ther ..t'a,kJ'::Ln:g ',€l. d Lr-ec.t iop.:t 0 ecr eng;th,~;:n:jthe,se .po 1 i c i e s •

r;At ,.p.£{~l~'ri\~l·-< ~l:tin,a 'is,i-n Cl,;.per- iO<:1 0l ,'a?j',lls:tme:nt ';,f,:or,

economf-c ~,~..~ka,1:l,l i;,shme,nt. 'lTu,t dL ab out; :.19.8.s,:,np .Lar-ge

;;;i;J;lc,CilJ:C; tiqt:!,o,f -equ.Lpment ':wi,11 .b.e .expe-ct.ed .e xce p t ing;t.he

I1l:atters:"r,el~t~~:I'l,$,St:o,ene r-gy and t.h€:l",pepple',':S :living,.,,· In

t.he l,.€l..t,ter,ha:lf,:q:(::,,1.98.0 \5, China': wi,l,l L:take, ',o!'f::·j;p,'conctuct

started to steer its 5 years' and 10 years' economic plans

from 1981.
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The basic

-C',__ :

According'iy ,

Contracts for

l~.,,~~ th~ p~qbl~m

icense co~tradt~

to enact PatentLaw~

is t~: respe2t':fhe interna-tion~f

per the

so as

,".

atti tude

L'i.ce n aee. .-:,o,nimvor;-t.- Q,f .p.Lan.t s , e t.c,

China is

p r-ac t i.c e

"C','" ,--', ",,,',',__ ",'-,

o ~rom6te' t'echnoiog~.,:transfer....,

technology are concludedbetween:~he individual Japanese

enterprises and the Chinese co~porations in cha~~e Pt
the practice of technology. Th~'Technology Transfer

Dept ..'--'is'fn cha.rge:'of' exiun:fning":ai'l'-':' cont:Fa.'cl'gJ ail'd-" i's'

responsible for providing guidance to such:C:b'-rl'ti"a'¢l<s;~

the liiense business is believ~d to be smoothly con

ducted even if there as 'no p~tent law in 2h..iti~.

how to materialize these, z-e.La'tLo n s in t.h e , future.
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(5) Altlidugh c>h±ria'has sli()rt"hi~tory;"In"~havrn'gC';'hil'n:~dled

-t'he "pure"- lie en.se , China ';~uc8~~ded::ln~-'6'cb.'2:T6.a1"ng' '65 cases

of;i:{c~'ti&es'''duririg'tiie'peribd: i :f',t.'orri"'t9'i9 :t't{:';:f6:n'~ "this

year. tiasi3:ffied by type of ihdUsti:'y',''-: lic'e~n:ki~/s"

ref,at~ng:'t~ "~~21li~~:" ~le~tr~2;,;;pi)~ratli-sesl'::"'a~:~
el~ctronics are L3,rge' in- number. Cl'ass'ifie'd;~'bY6ountry,

tic' iihisee ::ar~" contrbdfed ~i th';'i~:~'§t G~~m'b:hl: "'(2'6: 'c'~$es) ,

(4) Technology Transfer Dept ..,; J:Il1Por:t:~xpor,~ Commi ss Lc n .." has

the ",func ~ions t~car_':Y"out})lannin,?".:?~nat,i,onal

policy or' ;::~ch~610gy' 't r-a n s re r- l drafting, o f' Lew s

thereof, and :'~djust~ent wifh'~he re'lat~d divisions l

( 2) Chi~na, ,has' h tthe r-to "h a d "J1l,apy-:re ~,~t:~ons :1~~ th. ", f?re i~n

c01.lntri:~"s,.esp,ep,ia,ll:y-,"'£i,th<rapan ,W:!-,tq :s~s:p~ct to

(3) With r-e ger-d to the inter-governmental anve s t.men t

guarantee agreement, China has already signed with

U.s'.A. and' is degoii'ating with W~stGermany. China

"h:asbeen,::GontIn~~-rig t;~i'ks '~ifh ~J~P~~"~inc~.~!~~ 'this

year, and is positively promo~ing the matter.
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enacting ato

China is now studyin$ the

Nations and Technology Transfer

the pure license, China

technology transfer law.

Code of Conduct of United

U.5.'.I\ (13 ca~es) 1 'Japan (10' c'a'ses),F'rance(7 cases) I

and. U.K. and Switzerland (6 cases),resp'e'cti've lyl. China

Clesires to promote mainly t.nevpur-e license rather "than

the plant "Lmpor-t s irithefLiture.

Law of Spain, etc. For this purpose China dispatched

two fact-finding teams overseas.

1) ;S,eHFe,cy: China .. wiL~ ob s e r-ve t.he ~e9,r'e~y ofkrlOwhow

,,:in,a9,c9r,d.~t1ce with c on t r ac t s ~ ,It,wa$,t:'ep9,r1:-.ed.,i,n

?l~;~,:r:,:ta:!.t1 ,IIla;g~z:ire that 't h eic on t e n t s ofk~owhow

c on-tr-act s wit,h;p'1-in~ are ap-t t c be appr-opr-La t ad and

use,~;,,?Y. pJp.,~r,:,C?;rP9ration~:Ln China'"eyenif '0:n

Qbl'~g,':lt-i-()?:"C;lfl}~'~'j:p:',lf?~P,;~h~ ~t:l~WnQW $ecr'~,~ ii
Lnc Lud e dj Lnjt.he contracts. _Tl1:is,~$ quLt.e r-egr-e t t e o Ls

news to China.

(8) On tl1.e, Lmpor-tant mat;ters G0tls.~rning co n t.r-act svI'o r

-techno Lo gy .

"Lawa o u .jo Lu t Yeu t ur-e s U.siug C'hLu e s e and FUL'I::!igu

Investment's'"' (Joint Venture Law) only prescribes 't h a't;

the industrial property .r'ig,ht _,and knowho:~ may be invested

as capitals. As to the transfer of technology, provision

is to be made by Technology Transfer Law. Both are to

be p Lac edton p ar-aLf e Lv r-e Le t Lo ns ,

(7) Examination of contracts for technology in China must

meet all of the f9ur poin~s of Chinese policy of

industry technology and national economy, and target of

technology. development. This basic policy i's generally

almost the same as that which was adopted in Japan in

:itspo'~"i:-wart:~chnologyimport age.
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China will.accep,~ ,t.h~'

In the instances of c n raets

ount:r:-ies l the prov sons

China ''cons{d:~r~ ie 'ri~'6;e'ssa.ry td':"b'f'f'er

China has no idea of setting the upper

Grant back:

improvement~f techrio'i6'~:Y rec':i.p;f6c:~Tly~

limi ation of exports from China to the third

coun ries 'inwhidii the :i.ic~ns·br"h'a'spatenis:;-:c1.r'to
which theiicens6r g.rant'~ it'-~-: lic'ense 'exclusively.

iirr1it'toth~:roYarty~ -"-'SinCe ~~th coh'ti.';3:ct'i's

diife~ent in its .J.~lt.i~ 1 china has be'e'n' dee j.Lng with

the matter:c'~se':by;:ca.se~

would be concluded.

concluded with fore

Royalty:

.ha s be en obs er-vi.ng the, secr,~cy as c ont.r-e c t ed ,

Sin,ce",being di:fferent f'z-om ~,he pU::r'ehase of articles,

a cont-ractfor.technology covers a long period of

time, China considers the relations of trust between

the contracting parties to be important.

2)

J) .LdmLt a t Lo nio t' .Eer-r-Lt or-y ;

Should it be",' the case to admit that the

secret is disclosed to, any. o t.oe r party than.the

contracting parties s' the -royaLty, demanded by the

licensor wou Ld vbe c ome so high.thatno cont.r-ac t

4)

(9) "Joint Venture Law'{l was promulgat'ed in.' July'1979.

Under said law there . h~ve so fai< b~~:n 'job offers, of

which 20 cases were col1.tractecf. Th.eamount invested

rea~hed $220,'866 ,0'0 0 . '6:tthose co{ri'tr'a.-:~:~~d1 1) cases are

for engineering enterprises with which successful results

are being realized. The' pr-opor-tLon. '6'[ :'fbre'i'gtt::capi:t';al

is pres,c,ribedi,tobe more .t.han, 25%. by 't he ,':.Jo,int.. .Ye n t uz-e

La;w;':'~ There te.. also, a .. r-ec or-d qf :51% "fp:t::eigfl"s~p;i tal ~

In any c.a ee, there is n.o:,up,pe,f' limi t t,o.t-::q.e<Jpr,~.ign

,ca.p,i ta;L,__,p~:pprt,i,o,n ..Ln th.eJoint, -;v:~p.;tur~ ,~,q:s,p<?r,Cl.t,ion.



3. Explanations by our delegation

1. ~u~ary, of ppst-war teshno~qgy import

~tld role of ?~~ent ~ystem ~~ J~pan

L'tems :

Tlie: t'e:rm f'or':exislenc.e' o£:"K:,:jo,:ini',v,en:ture

errt er-pr-f.s'e s 'ds "fd.x'e'd, for:iris:tance, up :to.-_.:5 .year-s, 10

years i 20 ;"years'; e:.t'c:~- -.Negol'iat-ion:s for .exrt.en s Lon of

the te'ini'i$ pos s t b'Le b.efor-e. t.hev e xp Lr-e t.Lon-,

Disposi tion ~f confifct's"wit'h for'eign "~'o'untrt:i's

con~er~ingindustri'~i'proper't'yr:;i~ht', t~chri.olo'gy

exch~nge, :-'foreign ' -t r-ade , c-te~' in ;'e'cOrioini'c ac-t ivi-tLes

is to be taken up by 'the Foreign E'conomicCl.hd Trade
" ::ii-bi tration ComI111s~·ton, China' Council 'for the 'p:-rci'motion

of inte~ri.ationai TrCl.de.. 'Actin'g' "f6rth'e :'l:Cl.w's:u:it {a also

to bet~k~n up by:~tllis·:cbrinhi~:siO'ri..
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}'ubj,ec,t,,:. n,Tecp:tl.o1ogr transfer and industrialization

viewed from J ap~ne,s~ e?CP~:r:-ience"

i:1' r "In 'China ,,;,,: '~;oni'E{': peep le' -'hb I'd" ;'fbe"'bpi'lii'6'n": thit.'e' 'il'

'p'a't'eri'tJ ,;.'sy'st'eni -'i,;s "hot','- aTw'aysi;-- rie'ce'ss'ary"i-n':'iiceti's'ing

"a.'i'f'-ang'enl'ent:s .:'; 'O'n.' th'i"s: :poi'l1.t", four';'OpiIi~;O'l1.' w'a'.s-
:i'e\:]'il'eis't'ed ~:' -' A:ga::£-D.sit>thi s:'/!we:;co'initiehf~d:~';,;i:hat!;; -in -th e

2. Imp?rtanj matters on contract for

~oy,~l~r' (2) ter~s

of contract" 3), secrecy" (4)' c~~i:9m~

duty, (5) territory, (6) warranty, (7)

arbitration

;M~:in; :"qll,e:",s:,t:'ip.n.naJ.t~:~'::',:frq~::Ch,in~,s,e s Lde.c,

(I) The ,fpllp;Wi:ng ,le9i:~re \\T~s;add,ressed bY,Mr ~M~t,sui,

Y:ice,:-pres,idep,i:: of the d~lega~+()l1:. There were present

30 members from Technology T~~n~fe,r p~pt. ~nd other

technological corporations, which, we noted, was a

tgkkh:iJi t'h'eirstr'6Iig' interest in:'the~ s ub j ec t rma t t.e r ,

( 10)



case of a knowhow contract, only the contracting

parties are bound by the agreed matters contained

in said' con':ti-.idi I so'thht:; even·J.:'i"'t'h~kh:'oJh-'o~

flo~s oG.t;'~nd·'a' t:hir'ctpa~ty' ti':5~'~' 'sai't( k\l:owholi',

th~ iicensor ban:"h1.~dlY' st.op 'th~ Jse':bY"s:'ci'f'ci 'thifei

party. Acc b':r'd.irl~l:Y; Lf" :.the' ';tlc;en'se '{s':-n.6t

imp0r't a nt t e c'b.~oi~b gy with':>there ~'u'{{ 'ihi.i't' ~rr;odt11
transf'er ai' t':~ch:~ol'og~ WO'o.l'd:ba~d'ly't',:).ke''p'la6e.

2) Besides the above,_ tl1e,;fqll,o:lol~n$"que_,s.t,ions,:,we"J;"E1

raised, to which replies were made respectively.

A. The" r-e s pe.c td.y,~, nL¥TIper,:o"f ,,..e ases. ,:al1;~: ra t:ig.,.of

, ,p~j:ent,:kn8:~:ho~lanc{. :p~,ten:t/knb~9PW', in, the,

post e-war- ,tec:hnp',~ogy ,imp:o:_rt;'~rl J.a;pan.;

H. Pr-ogr-es s of, raw$-and:'admin'is,tra-tive g'udd'anc e.

. 'c:Onc'ernin'g :licen:se's"i'il' .Lapan ~:,

c. Relationship between Foreign Investment

De"liber'a':ti"6n :C'cfuncil a'nd"'F,'a"i::r" T-rade 'C6trirriis's ion.
"'::.' '.' .>

D. Scol?e of lic:e!1,~or! s improved technology 0rt

con-t r-a c t e d produc,t.

E. Problems in exporting the contracted product.

F. Whether the monopolistic contract is

disadvantageous to the licensee or not.

G. On the countermeasures against the case where

the knowhow in the knowhow contrac~~n~dc-.t~h~e~~~__~,

protection of knowhow. ,'/It'.=.t",-","_~{6t,,#it.{ry )
H. View about the opinion that it would be more

advantageous not to file a patent application

on an invention but to keep it secret as knowhow.
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4. Summary:

Throu$h the discussion on license which las~ed

over 6 hoursL~t ~a~known that th~ C?~nese side was

steadily ,pre~'aritlgto c ompLet e draf,ting .c;Jf: Patent Law

for~smooth t~ansferof technol~gy and preparation for

e n.f'o r-cemen't _p.egulfltionsfor tec~nol?_gy import law and

"Joint ven-t ur-e Law", etc. It was also known that China

has been realisticallY,clealing, w L-th, t}:l~__ ,~<ttters s';1ch

as royalty, .aec r-e c y , territo;ry, etc. which are the

important matters in contracts for technology by

respee -tLng' 'the international practice •

The socialist China is endeavouring to find out

possible poirits of' b ar-morry with"the c apLt a Ltst.Lc
l e ... ': ;-', -',"-',countrUson - license. Our- dele'ga'ti'O'riwCls"alsO -Lmpr-e s s ed

that i twould not be Lmposs Lb L'e vt.o find' out a point of

harmony. E's p e c i.a Lfy as 1::o,ke.epi,n,g s ecr-e t o Iv f.ec hno Lo gy ,

the Chinese side repeatedly emphasized not to: dd.ac.Lo s e

it to any sources outside the parties involved.

,In co~~ludi~g a contract for technology with China,

it is essential to incorporate the important matters

c~mpletely in the contract. As the Chine e side was

also stressing this point, special attent on should be

paid.
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G-hCl.ng~s: in,Patent Examination Practlce in the:USSR-

J?pan§!,sE:! .,',Grgup,., Committ~~., ,l\Jo.,}

:R~port:.E:!r:-Dr.,.,Ak;ira Mifune

Mitsuru Nishimura

1. Introduction

.Th~,:Sovi.e t: Uni.on . has. Cl.,gual •... syst,E:!In--c<to <., p:root:ec.t:. Lnvent.Lons,

cons i.s t i nq o:l:,<-a pet.errtv and ClI1,.:LI1Ven,1:Qr:!"s" certif:icCl..t:e"of-"wh,i,qh·,a

patent is solely applied forby.,foreigners~ :fop., in,stan.cE:!".the

statistics ,prepared,by: the WIPO show, that, all of the, .~,448,patent

appl icat.i.ons, fil~dwitll.·the: sovLe t .qova.rnment; in 1979weI:'~",_m.a;de

by foreigners. don the other hand, ,only 217 or.i.about; o.3.~·oftota1

68,760 inventor's certificates were applied for by foreigners in

the same year) and that about 10~ of the whole patent applications

were made by Japanese applicants. Such being the case, it may be

said that the practice for the applied patents set up in the

Soviet Union should be regarded as a matter of concern for those

who are in charge of patents in the Western corporations.

1'10"" tl1~:"p,at~n:f:. laW'_,9.f the".So:vi~t·. UI).:ion",:{s,~a..t:ute,: .on Di,sqov-.

erie$';~I1vent:iqns"CllJ.d:Rational;ization Pr.opoaa.La) prrovd.des ,:~he

requirements to be supplied in the specifica,t:ion-,attCicheq·, t.o,~:tlJ~-·

patent application and the inventor's certificate application in

Article 44, whose last par aqr aph. stipul_a-tes',:i:hat: .:th.e:(claims-:.-'~shal1::

be the only criteria for defining the scope of the invention and

shall be in the form of briefly worded statement indicating the

essence of the invention from the technical viewpoint. 1I This is

followed by the provisions specifying that:
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(1) a device shall be characterized,by';reference'to the features

of its design,

(2) a 'process ----- by reference to a certain sequence of actions

(methods andoperatiuns with the help of material objects),.

and

(3) a substance ----- by reference to its ingredients and their

quantitative ratios.

Before 'the' introduct-ionof'the recent changes in 'the 'patient;

examinetLon practi'ce,:the abovementioned provisions were carried

out rea.sonably":;in:geheral' and: the 'relation between the technology

di scIosed 'c'oncretely: in the specification endvcherscope ofprbtec"';'

tiori 9'i"611<io 'the claim did hot: differ so much;from,the:examina"'

t.Lon oonductied iilJapan,the u. S',.A. ,,'.-:and,West Euzopean-vcountrr.i.e s ,

In the past, we had problems with the patent administration

of the Soviet Union in the facts that chemical substances and

pharmace?tical preparations were not accepted as the object of a

patent, that the examination took a long period of time, and that

examiners requested applicants to present extensive and detailed

data; however, the protection of chemical products, uses of cherni

ceL'<subatiances 'cindprbdilct's' (rnetihodsv o f uses); and tme ehodsvfox

pzepar-Lnq vchemd.ce.L substances undezrrpet.errt; vias 'recbgniz'ed"l.lp to

somewhat: re'asonable":degr'ee.

2. Changes,',Made' ·In' Examin'a:tioni , Pract-ice~'

patents applied for its authority in the field of chemistry since

around April, 1980, and came to grant a patent only for a patent

with a very narrow scope of claims as compared with the former time.
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"

This fact begun to:arouse'considerab+e attention among some

of the Japanese corporations last aut.umni.arid. .in.ire aponae: to a

problem ,presented by Monsanto Co. via Mi tsubishi Chemica!'"Indus7';

tries Lt.d ,. , .rt.he . Keidanren (Federation of: Economic·:Organi::,::.ation-$) ,

Japan Patent , andJapanChernicaL Industry:. As.soci.eci.on

took up:this problem serious,ly.-early thisc.year. The last:-~->two of

these-org'anizations; addzre s aed 'a ques t Lonna i r-eot.o t.he i.r omember-s,

r e spec t LveLy.. The','replies,5ubmi tted to .,the que s t Lonnadres : byj.t.he

J;apanese'corporationsaJ:',e »summar i aed .beLow to show: how changes

have r ecerrtLy been.tbr-ouqhti.vt.o. .t.he :examination practice Ln-tihe

Soviet:Union~

(1) Chemical Composition

The new:practice requests,:riot only :to:concretely define the":

kind and quantity of ,the specified e-ffective Lnqz-ed i.errt.s-: d.n.. the

c-laims in-applying a patent for .an invention of ar.chemrcaIrcompo-.

sition buti ve.Lso rco minutely define ;the"kind and mixing::ra,ticYcof

the-f-iller,',auxili:aryandformulation ;'-agents, 'etc. which dorno t;

consitute the essential elements for the invention. No patents

are granted unless their claims are made up in the form of a

lIprescriptionll. For instance, a patent was granted to an agricul

tural fungicide or insecLiciue BO far as its effective ingredients,

which composed the essential elements for a fungicide or insecti

cide, were defined qualitatively and quantitatively as well in the

past; however, it is now requested to define the kind and mixing

ratio of the unessential "elernents, or auxiliary agents (optional

additives) such as carrier, surface active agent, etc. in the

c.Ia i.m,

Furthermore, it is requested that the claim should be strictly
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'rhe genera,L explanation made in,,;,the:spec.ification .Ls.. notaspects

The presentation of supplementary examples in an atempt to

the lowest limit o f ..:'10 .1% l',::and.does'not<:def'ines:the.'highest .:1imib~

ratio: in' such a:-way>,as to .d.ndLcat,e ,}':effec,tive active .Lnqr-edLe'nt; A

respective ingredients and the claim is requested"fo d'efine" the

tion. The same practice is also applied to the mixing ratio of the

if they are mentioned in the general explanation of the'specifica~:'

According to the new practice, therefore, a patent is granted

pzopyl.group and:':butyl"group ;.?:to.-:be "pr-ot.ac t.ed.cunderit.he patent even:

to cover'these .compounds Lniwhd.ch :R1is:;;respective.ly ':amethyl:group,

ple,speci£ically:,.-refer13 onLyvcoi.che ethyl. group aridrdoes not 'wor,k

at.oms vvLri.cehe c LaLmoLs limited 'only to an ethyl q.r-oup v-Lf the exam-.

of the-"compounqs':which:'collstitute .ia ichemfceL .compos i.t-i.on is one

which':has:·a-;,§upst-itueritRi>at the .benz ene nuc-Leus (,(;}-Rf>:;' -a

de f i.ni.trfonvof "Rio-is a lower alkyl. group having 1.to'A: carbon

taken' into: consideration. To cite all exampLe; in: a case where one

satis:f:ied '~ahdslipported bf::the;;;contents;;of .rthe example ',in all',i ts

being X% .and.i auxdLd.any agent':-B":being Y%,I':~, A.'cas.e is 'rep0l:".ted Ln

one condition 'of- "0 ..1%" simplybecause':"Q..--l,%'or more" defines :'only

office action is generally sent to the applicant long after said

two-month period is over, it is rather difficult to maintain the

period is over after the 'acceptance of the application. Since an

support the cl~im to cope with such an office action is in most

cases rejected if such presentation is made when the two-month

claim 'satisfactory as desired at the time of filing the application

only to the compositions mentioned in the examples at the time of
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role.

country;
, ,---

tion in the light of its usefulness and especially in

composi tion ,.,the ,inventic:m most. pr-obeb Ly . becornesva oI1e,c:-p()in.tpat~nt.

application·.. and in c(3.s.e whe r.e onLy one-exampLe isprovided:~()r,th,~;

,'.Also,:there is: avoaae . whe;r::e<,:an',,;'inventic:mmainly :comprdsdnq the:

tion is used.

invention:>:of::, a novel: plant: gr.owt.J:1:',regulato:r :Qr:::where .;:,L:l:::', ,~is;-!in~,

s truc t.ed :to· n:tll1\e,r,icallY,'de:fine,: ,.the..: reaction ,c.onditiqns::>,A:fqr 'iI).7·

stance, the reaction temperature described in the:",~xaInples.)-in-:·an·

choice between the two, either to take a narrow;..;scoped"claim'of

The l1.ew"praG,ti,ce: taken -by the Soviet>.U!1ion requ,e:sts tq, gb,ze a

de't.a i.Led descr.i.pt.i.on ,o:f:·the .r-eapec t.dveiphysi.ceL seeps .of: the.,new

where no chemical substance patent is allowed of, this type of

patent and the aforementi~~ed comp~siti~~ patent'~lay an imp~~ta~~

A method-of-use patent is regarded to be one of the effective

means to protect the invention ofa ch'~'~i~aT' s:~bstance. or composi-

(2) Uses (Method of Use)

invention of the reaction method in which a new catalytic composi-

exampje s .orL ;1:.0::- ,a,b,al).ggp,!:he.-, appl iC,atLon,

"pr-e scrLpcLon." :type"whiqh: Ls limited, "to; what; is .merrt.Loned in the

Under these circumstances, the applicant has finally to make a

wher e vt.hey.. were:, requ~ste.dtq:,:defirle',th.e'.,quani:itY:,.-t9;Q,E;:;; ,J,lse,d- ,in ,ap. .. ·

use, .of a' .noveL .chemi.caL. ,'substance' is; excluded :,from ...under ,::the'pat:eIlt

suffi.cient',;,to·, -s tiate .t.hati...~:grotipof:".chemical, .compounds .are.iknown

method, of:,;-use~ Seyeral',co-r-po:ratipns: .infpr:meCl.ll,S::pf ,the:>:,c.a$,es

protec,tion.,:because .t.her.i.nvent.Lon 'is: regarded,:as '.the invention, of

"cherrdceL auhseance:" ~ More ,'part'icu-larlYi:.:,this '.Ineans '.-it is not;



repre,sents -H and -CH, it is reguired to define "Rz isBr, and

In all cases, the applicant's request for the reconsideration

group" in the claim, too and an expression like "Rz is a halogen

groripl,arid! R3'fs-:;a:'hydtdgen atom: or": a lower :,alkyl; gro'up"''-~i-s not;

allowed';'; sven -'w:i'thregard (to::the:::':obvious're;;t'ct;ibn': 'condi:tloIl's,~ :it

a chIaro or bromo group and R3 is a hydrogen atom or a methyl

For instance, in an invention in which group of compounds

expressed by a general formUlaQ::::'iS usedasa gfarting

material, if the examples 9nly mention that Rz rep~esents Cl and

strict conformity with the content of examples.

and end products and the parameters of re~ction conditions in

the claim is required to defHl:e::th'e ki.'nds'6f ;s't'a:r,tl.hg;--:;materi'itl'-s'-

(3) Chemical Process

by:: 'simpty-"pre'seHtirl'g "the-i'r-::ge:ne;ra'1"'f()rmLil;~sand,' L't; is-required

'that'::atr:of,: -th-e compounds to-'hec1'almed" are' a'Lre.ady: known'.
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of the examiner explaining that the requirement for diffinition is

alcohol "solvent,' with·the"'.;'USE(-'of'~'Raney':,;nickel" ,in,; ,the place o'f'" :',I,the

reduction-r'ea'cti'on" '.

the ,applicant. And ,the<patent' claims, granted in 'the U ,8 .S. R;' 'come

This':makes 'it ::meaningless:to ;applY·:for~apat'e:ht.andrt.o maimtie Ln. ~a

patent at the cost of a high annuity in the Soviet Union~

,pre'ssure; time:, etc~,j/:' ,'and::;thereis a 'case .i.n : which it: wasvrequeseed

to define like "the: reduct'ion:'::should·;be>conducted>:in an.aqueous:

. is requested,to riume'ri'ca:llyaefine the "parameters 'of temperaturej



not only to an invention made in the fieldnew practice is

To":~6p~'::"~it'h:;'~richi chah~e iri.'; 'the prac'ticEf' Eaken 'B~':':~h:~-:"'~6viet

uni6n';' '6'1%' 6£ the" 66ri;br~il'6n~;';~h6;':~~:piie:~f;f6': 'f'h:~::;':que'~:tit}ri:ri~ire

consider that some representation should b~:::'~a:~:l'e:"':':k9"kfn~'-f"'£hfi;::~ew

the,Soyiet. Un i.on and t.he .mode o f. tr¥Jls9-p;~~9n5,.Wit:J:1:; tha~",poUIl:-t:'r:;y.

~::;.:FtJ.=r9:4y:":rneIl,~,~<JReq:~",:,i;,-I;17,,,:J:~P.i~-R p.~;t~~,t ~~F:f?Q9~(;lt:;io~ .and Japan

ch~ri!ti~a~ """Iha. ij'~ t¥-y<:;A'~~p:b'i~.tiqn ,.~k,sP;~c':t',i:ZTe t~::~~~:t3, .~~. :;~,J¥v~'~?' __6Y'.~~$,end-
, . ,; ''',:, "',' "'" ," -- "" ." .'.. ', ' ..",,' ,,' ~-- ,'" ".", .. , -

ing out:a ~li~,~1:'~oHrip.:~'i-~:::~P:::'~~:~il?'~e~::~r. c:p~i~ari:~'.~~:~:~ T.h;i ::i~;~,tiits

a r e shown in the Appendix l::'~' '::"Acg~~d:ihg t\:ftH~·-:o:'StifZ;ki~:';" 'Ja.~kriese

chemf.caL (;~ritp~hll4~ ~f.ii-~d':;p'kt'~nt '§.~P.i1-b:~:tI6n:k,~i:'th~,"t.'h.~' 's~Y.~J:;t.pnion
,","" ,. __ ,",,',; " "',.', ;,C",,,-,,,.,', ,c:,,,; ,,;," ,.'";",, ",:"-,,',' .:'- ''',',;,,-. """,', .

only,:' for ~P~8~f.ip.',a).'i";:~'i;ei~.8t.~d\ 'LhY:~,I1:f;lbns';;a#~:C }riiJ's'.-t .,:':df z,~h~::gg:'~'pora-

tions (about" 88%) filed ;'ot more than threeaIipUcation~o Evi>n

though, as much as 24% "pf the chemic;"!' compan:r.i" reply;"'that ,they

have actually underwent the influence of the new examination prac-

tice. :.:; 38 ~ t.of tliegh~rillca{;~brrip~'riie~:::~'f"~ :aw:~~~:;'ci'i :'·t'h~: '~ft~hg~: in

tb.~ ~~~rn~ri~ticiri':' ';~i~c'tlc:e"; '~nd:':'':3'9 %":t:> i' i'f~~fu~if~dicf:·that·'t:Ii;i ~'):::dh:~~'gJ:<;

will exer~ influen'~eupon the export' of t~chnology and prOd;"ct~' ~'ci'

3. Response among Japanese Corporations

agricultural chemicals, glass, catalysts, etc.

the field of chemistry, especially high molecular compositions,

t·.::·,~,:;-.,:("i/;

concerned, however, the new practice of examination influence only

and machinery. So far as the Japanese corporations' patent are

of chemistry but also to an invention in the fields of electricity
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so far been reported in ourtccunt.ry.,« It: .La a Lao .sad.d :,that·,this:

a patent "applied, t.houqh... peT .r-out.e.:: however,', .• ' -norie-cofr.auchcces e s has

is .e Lso.ieppLded.. t.o . .the: exami.na t-c.on of-: an" Lnventior- IS' ~..cer t.if.Lcane or'

It 'is said r.ha t.rt.he 'abovernen-tLoned: new. exatnin~a.tion>:'prac::t~ic:.~



__..,,_pi"o!,leUls ,a"re

~~kelyto"onfront, t,he inventions made in the fields of e Leo-i

,t17ip,ity and rnachd.nery

',' (1) Though the' problems are p,cesently raised with the' inven-

;""r'f"'th'e -:rigid pblic'y~s'inentibnedabove"' is bont.inu~d

,~ur~heF",j,p ,:t~e"fut~r"e;l",Cil!J1(),!5,~:,?+l ,:of ,i:h,~,,:~p,tex;p~:)"f5r!:j': in" gal?~~'
would be reductan't "or cease to file patent'applicationson '
,Jl}X,~~,t~qJ)s c()pcer~.:i.p9" tP~::i::f'o:pe~ ::tc=9hp ,?l pgy : ,!~, -, tl?-~,,, l!~S?-.
Then, this would'give~a ba:d--'and'damaging 'effect'ori"'theit'
1:~c:ppica:t,999P,~raj:;i.op,,:,wit;:h the USSR.

•' c" "c: "4~5::~~~~ngJy:,,,r,~p;r'~,l?_~~~;B-<J~11~:~,i:lp~p.~f5~ :~J?-d};l,~;t:r~es,",o/e"
're'spect'fully '5ubmit" thae the' ,: author'i'ties'as concerned in' the':
ll:S,~,~ ",shou,l,d:re9~:m~::i9-er,."t~e_:,~,iCJ~it~·cCiIlt,' 9hCinSJe" :rec~~t~y, ~ad~
':in'patlant"po11cyand'revive""the 'former', reasonabie'practice',
~or thepa~ent prot"ction. Finally ,rna;, we ,add ~h§l~Jt is

;;'Of: ou,c:"ilrin belief that' the better pa't.ent; protection being'
p'r0V'~ded, ,f?,r" ,th~,J;U<?I'~" dr~ir;9-b~,e -t:-~<:hn9l9gic<3.J- fool?e~~ti9Il; ..... ':

"a'nd: --hu'si:ness' relationship' will:' be' advanced" for miinua'l intere,st. 11

Under these circumstances, the Japan Patent Association and

and. to' f u Lj.y. consider and re'fer t.ovt.hern Ln pr-eper i.nqvt.he specifi-

to unde.r scandvt.he content of the new Soviet', examination standards
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pr-ac t.Lcec.and.raLeo -that; it is neces.ser ycforv chem for the time being

Japan Chemical Industry Association wrote respectively letters of

cation at' .t.he ,:t'imeof patent' app l i.cat.Lon ,

request (Refer to Appendix II and III) in May this year to the USSR

State Committee for Inventions and Discoveries and other related

government agencies. Referring to the recent examination practice,

authorities to use their discretion in the handling of the new

The letter of Japan Patent Association requested the Soviet Union

practice as follows:

Th~,,}~~c>ye:, 1,et~~:r:,_9~,Fe9':l~s~ fro~,g,ClP9-IlPat~!1t, lJ~spci~t::ion I1l~Y

be deemed to be__ ,v~ry, ..s,~,~Il~~ic9-~t, as fTI~a::;;ure;s" t.o..,eXI?r~?~" t.he __S9!1:c~;It

of the whole ~~P~Il~~~~Il~~st~ie~ as,~o~~e f9~1?~!Ilg ~9in~~;



(2) . This kiridbf-:'practice .t.akerr by: the8.oviet, -Un Lonvisoapt;

to spread to other .communLs t; .count.r-ie s and further, to deve Le-,

opin:9.' couritries,possibl:y .br.Lnqi.nq about the" retrogression :oE

the'"pat'entsystein in, -- general'.':

the Soviet Union authorities from the chemical manufacturers asso~

ciations in the U.S.A. and West Germany.

4. Reactiono'f;'tneSdviet'Union.

The Japan Chemical Industry Association received a letter

dated July 31, 1981 from the Chairman of the Soviet State Committee

for Inventions and Discoveries insisting that the present practice

is reasonable. The letter also contains a noteworthy information

and opinion as follows:

1. ".A11 requirements put forth· by the COmI1littee with regard

to patenta.pp1ications." in the field of chemistry are based.:

upon the existing law of 1973. The Committee, 'however" is

examining the revision of the existing law related with pro

tection of patents on chemical compositions including agri

cultural chemicals.
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and its

As mentioned in -the above, the recent exa~i~atL~n~>pr~(::'{i~e

issued" and> its "English versionisexp",c:t",dt,o ,be iP,u,qli"J;Wcl. ,by the

r.or ,',',::,:
precautions and requests addressed to foreign applicants, applica-

English version is expected to be published early next year"(.i.'9B2\'.'

It is reported that the State .C0mmi:ttee',:fo.r':lp;ve'11.tipIkE?,;-qpd;

attention to it.

conclusion before long and we would like to direct our keenest

Union authorities are expected to make a public statement of its

the Soviet Union to supply their _opinions in October. The Soviet

of the AIPPI personnel from. the wes'ter,n;::qoun:tries_',,:were- ;i:ny:~ted: to

for' .tnvent.dorts-vand' '::Discoveries: .hadidisouss.i.ons !wi,ththJ~':Y9-tent
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end of next::'year.

5 •.": .conchrsdon.

the enforcement regulations for the Patent Law of

In any. case, facing the present problem, the Soviet Union

authori ties seem to have ~~~{::i:~'edtheir neglL~'enc~<::in gi~'i.~g due

publicity for the new practice among the Estern corpor~ti~ns. We

Discoveries and the Chamber of Commerce and Industry are now pre-
~. ~;; C! 2, '{:

paring an explanatory book on the basic text of of regulations and

that

It is also reported that the Practical Guide, which contains advices,

o£:):theirJ regulat-io:ns' and.. examdnat.Lon. s t.anda.rd as:mot.Lygt~q.~:;py ;_:_the

actions: ,taken:::,'})Y') the': Western coxporaeLona e,:(:t:'llqtlg:p-_:~e~':':Clre;'tlQt; sure

may; .expect;that,; ,the" Soviet·" UnLon is,gqi,,g,,to jC::Lari fyth", .coneent,

tb,e' exami.nat.Lon- acandard or practice itself will .be ~irnproved).
, .
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_(tJ.l~i,s 'ba:.~'rd, ?pd:d:.qo strict examinationindustrial development.

stro'ngly,;'hope tha:t ~h;e!::'sS>~iiet':tiiJ.!~:3ri,:?uthor~ties'·w-ill.\ilose~,Jlo",;time

and reasonably desigI1~q: :tQ;":prpt:,e,c,.t>:(iI1y§nt,.io~§::,,,a..rl4:_<to encourage the

towards patent application in the field of chemistry::i?:~:gp)~t;.~t.abnor

mal. It threatens the established patent system which is carefully

i"l
Since this is guite not only to the Western corporations but

t.ran s f e.r-:,:Qf~ ,:,te,chnolpgy:;,t.o:. ~}thc:i.ti':.C:Q.Url"t~Y',:',"V-li],:L_"Jsuxeky ;t:J.4-.J.1dg~e~,~

and that under such circumstances commercial relations with and

the President of Japan Chemical Industry Association.

I. Summary of the iJ:§ti'It;~:'-:6b't:£'in~d:'Jf'dfu~:\tii& ~ae~~tlb'hhlires.

ful wat.ch on the movemerrts 9£ ~Jlesovi~t authorities,.<,is:~.s.er:io:uslYi'

nece~s'ary';,:'

" ,

to e~chanie inforrna~ion on

-, ...... ,....

I am 'sure that! the

tion ',wJth:·_:.th~,;::~ovig.t:- ~:Qni9:n.-./:wj,;:l1,:, :'.:b,~,C9me,; :,:me~~,iI].gL?~R",") l~; :r.p..~§ mean s

that our inventions are not properly protegtE?q.,::'~Ilc','!rq@:iS9yietUnion

practice is to continue hereafter, the filing of a patent applica-

APPENI?,,~}{:,

II., Acppy,ofth", letter address",d tp the Sovi.e t; .aut.ho.r.i.t.Le a from
, ·.:i'c·, .... , , """'.' ..",', .--'" ""--. ',·.c. "' .. "',,"" ". , .... ,< ,'". 'co',' .

the President of Japan Patent Association.

III. A copy of the letter addressed to the Soviet authorities from

-- a-l-SQ,to,·the·,·i-ndustrial.developmen-t-- in .t.he. Soviet "union ..i tself., ..,we

.. :,.' ; i '

i "in cpming ;back to the-·authodox-.exa$ina-t.ion- ipractice..,.so--tha-ta-l,l.-

;inventions; may,' be properly prot.ect.ed ,



. APPENDIX 1;

Summary of the re'sultsobta ined

from the questionnaires.

'1'.' Que'stionnaire···by Japan patent'Association:{Replied .by

45 corporations)

(1') Doiyou think ·:the'sovi'e:t :examina::tibn .pr'act.i.c'e ,offers

problem?

.

Chemis- Electri7
Metals

Field of industry Pha:rmacy try city
. . and' ••• Tot'al •

Machinary

.

Found problem
with exami- 1 4 2 0 .... 7 .• 22'6Applied for nation

Soviet
Eound not ...... , I· . ••

.

patent
problem with 9 10 3 . 2 24 77.4

.< examiIiation ... , .... I., I '.,

Appli.:ed for,'.,' no .:Soviet:·
2

.
9

16 ....
patent

Total 12 13 6 4 45 100

2. Questionnaire by Japan Chemical Industry/Association

(Repli'i,;I.by 42cll"mical corporat.Lons)

(1) The number of patent applications filed with the Soviet

Union.
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(3) How was the change in the Soviet patent practice regarded?

100

42.9

.ico

8

42

18

42

N,1J,Il'l1::?~_;:" 9'1:
,q9~J??ri~~B~~~-,

Total

Total

No experience of change but Change is
somewh~_t, ;krl,o'Wn'"

-495-·

Ch~~~-',-;L~ ~:~~'i~~S'lY ~eg,arded,:"and_suf~
fered actually. ..

Mode pi_,_a'p'pli<.::a1;,io~s_

Soviet Union is always included in the for
ei9~patent'applica~ions'

. .

Sca~cely applied for patents

~ppiied for -specifi~ inventions

(2) 'Mode ofapplications filed with the Soviet Union

*"*(4) Others

(3) See" no,:~;g~Cl,J:lge.

'. .. ..... .'. . " .
. ... " ... ,

Average annual.application '. . .. Number o~ corporation %
,.".. .-'',,,," , ' .... -'-" :"..)', .... ,; .... - .'-

Mor~ '. t~:~;ri' ~d :-~p~lic~-t;i~ns' p,er year . .. -.': a a.... .....
10 to 20 applications per year 1 2.4

~;- i~<:>;-;'10; ,apPt;ipat;~?I"f5} ,:p~r ;Y~~F '" s : . ,....4.. ." .r. 9,8.

Not more than 3 applications per
.. ................ ..}§ ........ 87.8"'H¥.t;Cl:t:,

Total 41' 100
. "./"" ............. ........... ........,. ..



100

21.

42

Remarks

'Number; 9f:c, '

corporations

To perfect the content
of 'the--·specificati6h.

To irivestigat.'e'the par-:
ticularsbf'riew "exa.mi'ria~

tion 'p'ract:iceT etic ,

%

17.4

21.7

60.9

4

5
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14

Number of
prop<?s;als

* .M:C:;S§.:9;J'them scarc~lY"hCl:9,., an ,7~per~~f.lS~
~n,{].. ,Ei·()rrt~" F~P~.ied,tl1,a:t:,''t~~t''\\7~r~'.~:I'l<:)t.", ~~are
of the chan?~si~c~,''~h~Ar-r'appl,.~cat,~'ons
\\'~:r~_.,~:t:~~,;tpe.!i,<lJ:iiSL·"" -, ,

Total

N.Qt~,:.

problem.

Counter' "measures

(b) Countermeasures likely workable

To conduct investigations
others

Representation to be made
to t.he" S6vie:i: authorIt.Ies

Mea~~~s,.:t:?__ .pe
tim~ of fili;ng an

(2) A(l'l possi~le'-measures' ehou.Ld
~ay be di~ficult.

(1) T,his Ls -aj-se'rdousvpzohkem-and countermeasures
ahouLd be! tiakericdmmedde'teLy,

(3) I~'is"prabtical1yno't.-poasdbde- -to move---the
authoritii;si no c6untermeasure be tiaken ,c

(4) Have .. no sj?ecial concern.



(S) Influence of the change in the Soviet patent practfce

Will undergo influence.

-Not--much iAfi~en-dI~~C "<'~>--

-"Niiiiiberof
c'drp'orat'io'ns

13

•
39.4

24.2

No influence. I 9 27.3

Can make no estimate of influence.

Total

3

33

9.1

100

-'_:C~'.'~i::'r

9 corporations replied that the Soviet patents would

substanti a1'i:Y":)-b~~'bm~';'m~~rifri-g:ie'~'s'~
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Cable address: JAPAPATENTA SSG
Tet ' ToKyo --,03,295·8475. 8476

May 15, 1981

Kanda Sanwa,8uilding 4F.
5.-2~0rne.K;2l"ld_<:l: Ogawamachi
Chiyoda-hl. T~y'o, .101. '.Jilp3l1

JAPAN PATENT ASSOCIATION

It has been a well established rule in the USSR
that, though any chemic~l compounds per se are not
permitted as the subject matter for patent, a new com
position comprising chemicals as well as a new method-of
use of chemicals are patentable. For example, a new
herbicide Can not be protected by a compound per s·e
patent, but protected by a composition patent claiming
a composition comprising chemicals, as an active ingre
dient,and any auxiliary or formulating agent (e.g.
solvent, surfactant and any carriers) in the finished
product; a new use of chemicals for plant growth regula
tion can be protected by a method-of-use patent, and so
on. Further, such types of patent protection are
extended to products such as dyestuff, paints,
industrial coatings, etc.

Re: PATENT PROTECTION IN THE USSR
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We believe that such established rule has
enhanced and would enhance the international reputation
of the USSR as a responsible trading partner, based on
which the Japanese enterprises have been filing patent
applications in the USSR, hoping that the Japanese
technical cooperation and trade with the USSR in this
area would and be conducted and con-

Japanese enterprises filing patent applications
in the USSR, however, have recently noted that there has
been taking place a very significant change in policy
for the patent examination in these days. As to
such a change,some problems as experienced by some
Japanese enterprises will be mentioned in the
following.

APPENDIX II.



(1) reo Composition Patent
With respect to the invention of a new composition

comprising chemicals, the USSR St<lte Committee.For
Inventions <lnd Discoveries has begun to take anextre
mely rigid attitude and accepts only a very narrow
scope of the claim for patent like a "prescription"
type, especially in the field of agrochemical inven
tions.

That is, in the examination prosecution, the
Examiner required an .applicant to. define a specific
<lctive chemical substance and a specific kind of auxi.,.
liary or formulating agent, and, . in addition to this,
to define specific quantities of the auxiliary or Eor.,.
mulating agent. Such specific definitions were
required to be made m<linlybased on the specific sup
port in the working examples, and. the general. exp1ana.,.
tion of the invention, which per Sf;! is. a statement of
the inventive.concept and idea, Was almost not taken·
into consideration by the Examiner.

Accordingly, in order to ,!,eet the examinf;!r's
requirement, an applicant was forced to restrict the
claim to much narrower scope thereof in principle based
on the actual support in the working examples. In this
respect, if the applicant would wish to get a patent
with adequate protection, the applicant has to list
every possible substance in every possible set ofquan-;
tities or proportions thereof supported in principlepyt .

the working examples, since lots of the possibleauxi-;.
liary or formulating agent (e. g. solvent, surfactant, ..
carriers, etc.) may be alternatively used in the com.,.
position in question and its quantity or proportion may.
be modified to some reBsonable extent. that tihevsubat.an-.
tial effectiveness is not. changed. However, it would·
be practically quite impossible for the spplicant.to do-so,

In this respect, anapplic"nt receiving the
office action requiring·himto restrict· the claim
responded to it with an argument that a certain range
of the quantity of auxiliary of formulating agent
should be allowed by submitting some test data as coh
cerned to be supplemented, but the USSR State Committee
For Inventions and Discoveries refused to a.ccept the
same for the reaSon that the said data Was submitted
<lfter the lapse of two months from acceptance of the
application for examination, only during which the
voluntary addition cif example is allowd under Article
55 of the law, although submitting of such test data
had been accepted in the past.
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Then, the Russian authorities. should.rno t e that..it

Under such situ"tions "'sabov".someof JC1panese
applicants. were disappointed in such a rigid attitude
so that theyabandon"d their ,,,pplications and some of
them once responded to the rejection 'with: an' argument
stating the' unreasonable "ttitudeofthe USSR State
Committee for Inventions and Discoveries, but aban
doned it withoutfilinganappe"l "g",inst the: final
rejection since the rej"i::tioncould notbe:expected to
be reversed>even in the appeal.'

Because of such C! rigid pr ac ice a~f':stated" above,
even if an'atrplica'nt':get:'s a pa ten t, such a patent 8S

"prescription" type would be very weak in':the pro t ec
tion of the Lnventlon and so be of little value, since
any third party vas unaut.hor i.z.ed can exercise' subs t an
tially the SC1me composition as the patented one
avoiding the patented scope' of' claim by substitution
of an equally effective auxiliary or formulating agent
or varying th~ quantity or proportion thereof, or both.

In addition to the C1bove, ithC1s'recentlyrepotted
that there was aninvaliditYclecision of the State
Committee, stating that an'auxiliary or 'formulating ,
"gent in a composition hC1d no synergistlc effect with
the active ingredient and accordingly could not be
included in thepateritedclaimandco!1sequently, since
the necessary auxiliary' or formulating' agent; WIlS artifb
c LaLl.y taken outfrolll the claim, ,t,herewas nothing in
the claim butth"C1ctive chemic"l substance (compound
per se), which Can noc be givenpatent'pr6tection in'
the USSR as a matter of law. If such an attitude as
..bove in the deci'sionis broadly 'applied co :other
composition patent applications '. orpatient.s . in the' USSR,
the majority of patent ·applic:".tions or patents would
be rejected or invalid"ted,rl!spl!cteively. Inthisres~

pect, it is understiood-tihat; patentC1bilityof a composi
tion in most c"seslies in finding: o f: new usefulness'
of "n activ",ingredient pel-Se, but does not lie in
some synergistic effect ofthe"s"'me with an auxiliary or
formulating agent.

(2) Method-of-Use:
It h"s recently been noted that the rigid pr"c

tice C1S described has also begun to be applied to the
~500-

'•..., '•.. ,. f.~~15;i~irr~~·s{~tt:~:t;;1l:C1;~rea
tions concerning :composition inventions as,such,in.the
present Russian' rigid."policy isfa'ithfully put 'into
practice further· in the future' "nd'reason"bleprot'ec~
tion of new.composition can never be .expected.
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However, this met hod-eof-eus.e patent is considered
to be the only remaining effective ;way to protect most,
of the composition inventions, in the USSR,,,,herechemi~

cals per se are, an 'unpatentable subject:matterand,some
of the compositions also are not'accepted,andaccor.,.
dingly it would be us'eful to protect such inventions.'

(3) Others:
The Japanese chemical industries filing patent

applications in the USSR have experienced the extremely
rigid practice requiring the applicants to restrict the
claims to the, exemplified parameters. For example, an
examiner required the applicants to define the reaction
conditions (e.g. solvent, temperature, etc.) in the
process claim, although such reaction conditions per se
are convellti<?llalinyie", of't;~egrocess per se being
analogous.Such,arequirementisJ,racticed only in
some developing countrie~ and some of the applicants
made an argument in this respect, but were eventually
obliged to yield to the requirement.

Accordingly, if USSR State,Comffiitteefor
Inventions and Discoveries wOUld'take a similar action
3S taken in the compositiou'caseto method-of-use
invention, the method-of-use patent protection in the
USSR would virtually terminate~

In conclusion, as mentioned above, it has been
noted that, in Case of limitation of the claim
according to the requirements raised in refus81 Of the
application, the general explanation of the invention
is not so taken into consideration that the patent
claim was unreasonably restricted to narrow scope
according to the working examples.
Further, it hAS been experienced that there is a ten
dency to reject additional examples or test data for
proving technical progress, as mentioned above, if these
are filed more than two months after "cceptance of the
applic"tion for examination. The examination practices
as such would serve to make the claim n"rrower and make
the patent protection weaker so that the past rea so
n"ble practice in the examination will be tAken leave

examinat Lon of a method-of-use invention. The approach,
to this type of inventions in the office action was
subs t xnt LaLly thes8me as that to the composition
invention, that is each physicaL step in the new use
must be exp La i.ried in 'specific f orm, Further. it'is
noted that the methods, ,the essential novelty of "'hich:
consists in the use of a>newchemical substance onLy,

",,,,.are excluded from the patentab



of from the USSR.

If the rigid.policy .as mentioned<"boveis con
tinued further Ln. .the<future, almost all of the
enterprises in .Japan would be reluctant or ceas e.vto
file patent' appLi.cs t i.cn s- on inventions concerning their
new technology'inthe USSR, Then;· this would give a
bad and damaging effectou_th.Hr technical
cooperation with the USSR.

Accordingly; representing the 'Japanese. industries, we
respectfully submit· that theauthoi"ities'as concerned
in the USSR,should reconsider the significant change
recently made in patent. policy and revive the former
reasonable practice. for the patenLprotection.
Fin~lly, m~y we add that it is of our firm belief th~t

the better patent protection being provided<for, the
more des Lrab Le technologicaLcoopetation andvbus Lne s s
relationship will be 'advanced for mutual interest.

Thank you very much in advance. for. your keenly
paying attention to the contents described in this
letter.

Sincerely yours,

JAPAN PATENT ASSOCIATION

~.i2 ..fVJ1()~f&~
'Koshiro Matsuoka, President
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APPENDIX III.

cJlJ:;P?JiV CJSfEJI;;7fCJ-7i.. iflJDlJBjIwrNSS;fYBtf;t;l7J[J;1!

TELEPHON'E : 03 - 5S0 -07.53 Tokyo Club Bldg., 2-6, Kasumigasek!

.'

t·1ay "29,

Dear Sir,

Over these several- years,t-here .has been a s t.eady
and uninterrupted expansion of .trade: and technical
cooperation between-USSR aildJapan in the domain 'of chemical
industry. Our, organization, .t.he ..j apan -ChemicaL Industry
Associ~tion, is very happy about the development and is
sincerely looking ..forward to the future. growth of .. the
successful relatioT\shipsbetween our two>countries~

On, the. other hand, a recent and significant change
has comet-to our -attention: concerning the- poLi.cy :0£- examining
USSR patent application's'. r']caregreatlyconcerned'with
the newvsi t.uat.Lon because it may -axer-e ,an adver s e :~~J?'act

on "the,: continued' development of, our, -t.echnoLoqLceL ,cooperation
with USSR, in future,.', In' this,' letter,we-would -like,'to -'take
the liberty of explaining those s pec.t fi,c p.rob.Lemsvwe 'are'
experiencing lately and respectfully asking you: to give
your:thoughtful consideration andassista!1ce'sQ· that-~the
difficulty will be eliminated in due couz-s'a,"

The- JapanChemica:l: Indu:st~ A'ssoc:i'atioh"is'a :noh-profit
mak Lriq.: en ti ty ,COI:I1p,;-*s~I1g:' approxitna,tely.:-:l?O': majdr':manufacturers
of chemical products as vlell a s ",6l-<Trade, o r-qand.aatrions ,related
to chemical'industry in Japan. Some: rnembers:of>the F.ssociation
recently reported: that,' in connect-i.on with: .e xemi.ne.nd.on. 'of-
appl ieatioI1s: fo~,:" USSR !?aten-ts, Land. in part:icula,~:thbse,

concerning' composi tri.on.iand man-ufa,ctu_I:'Jng p roce'ss) ","the:; USSR
authorities in charge:were gr'a'duaily> al-tering:- th.€:ir:~ttt'itUde

;- tores'trict:: s cope : C)'f: cla~m of,~he:' pa,tent:a,PPl:ic'atipn~" t.o :
unreasonably ner row. one". In'v'i'ew of" this~our .'l\S-soci-ation
decided to circulate a questio:maire among 42 large manufacturers
who were the members, and the results indicated the following
facts. Namely, about 62% of these companies are filing several
or more paten~ applications in USSR per year, and 60% of these
applicants are experiencing, either directly or indirectly,
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JRPRN CHEMICRL INDUSTRYIlSSDCIRTION

.,t.~'·.::';:;BO'r'i~o\.",
'May 29, 1981
Page 2

, the, .dif'ficul;ties a;5.;,a.lr.eady men tioned with t.heir US:S,R,'pa te:nt·-·
, "~ppi{t'atio~s'.HA number of replies we received -further pointed

out specific instances of the difficulty. Based on the
z e suLt.s, _;:'!le,,~~p -onLy conclude that there' have already heen
sonie--subst-an'tial changes in the policy of conducting examination
of USSR patent applications by your esteemed agency.

More specifically, the changes with which we are concerned
are the followinq:

(1) With regard to applications relating to chemical
composition

with respect to the invention of a new compos~tion

comprising a new chemical substance and auxi~iary agent in
genera:l:',<::the ,USSR State'':Co:tnmittee'/ for.' Tnvenbions and:>Discoveries
has pegun.to,take.an extremeily .rigid· ",ttitude,andJaccepts.'.only
a:very'narro:w,,':scape of', the': claim for:'pa'tent':-,Tike::, at t'pz-e s c r Lpt.Lon II

type';,:',~,e'spec'ia'l;ly in,th~',~'£ield of:.:agro:-'cheIriica:l() Lnverrt.Lcns.

,_That:,isi," ~,,:the_'exa:rri:ina't:ion:prosecu'tipn:,>:',the Ex'aminer;;
required: <:ano.-.applicant .tio. de;fine,:"aspeci-f-ic::' .a¢·tive "chemical
substance and a specific kind of aux~liary or·formulating
agent·;: -:'and',": ,,;in,,;add::L.t~on.,to:,:th is,.:to, ,:.de,fLne. .spealfic;; quanti ties
'of':the:, a-uxi:+:i:a:ry or:'_'formulati'ng agent·~ Such',spe.ci~fi-c

de£ihi t·ipnsc,.:were-,;t'_eq.ui:r::ed,to be ma'de.. rne.i.nLy.. hased.--on",:' the
sp,e~cif:i:c :,supp.drt'-in,the".wopking e xampLes ";-aI1d:the-::,, general

"expI;anation. .o.f': the ,.:inven tio.n., which.,per:·,'se .i.s. a:' .st.a ternent of
,th,e dnv.en:t'ive~;conce,pt.and-:idea, was al-most, noc. r aken. Lrrco .
consLdera-t.i.on..::-'bv t.he, "Examiner~,

2J;J';lit.h X:,eg,a..rd to.applic,a'ti.ons" -r,elating'tp.-:"manufact:uring
p.rocess

The ,Jap.ane,s.e.· ,che]Jli,c,al..,,·inQ:U.stri~s, filing,pCi:ten,t.'applica t.Lons :
in the,:USS:R: have 'e){p~.rienced·,the·extremely".rigid,; practice
requiring,:, ,th.e::-appl,icants. ::to"restr~et.::the,c.La Lms to",the
¢x~mplif'ied::paramet.ers,.~ ~or e xarnpLe , arive xarrri.ner required the
appl'ican,t,s:to_"definethe xeac't i.on; conditions {e,.,g • solvent,
temp~,:r.a:tllr~'j:.,e.tc.,~) ..... ·in:: jche proces s c+ aim;. al though· 5 uch
reac.tion c::ond.i,tions, peer e.re corrventii.on a.l, in',view:';of,the

-- In,. instance', composition
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Mr. Borisow
Nay 29, 1981
Page 3

Because its scope of claims\is thus restricted so
ri'g'i'dly"'tb'2 ve'l"Y" "l'i!D±'t:e:d" qU'?-{{{su,:~h;; :a.,',;pcrtE!nt"'-.;;<'"i'f"dyan

As we stated earl~"~,:I;:,;·,,~"~.~_tqr~rr,ye:r-:YL:,q:qIl:,cernedat the policy
change because it will inevitably discourage the Japanese
industry to seek patent PJ;P':l;_¥~;:t;.i.:,qI).:)::in:',:",J.~.SSR. According to
the guestiDnnaire already referred to, 40% of the respondent
companies state that the chang~'»4--J:l:>your aqency t.s policy.,
if it is real, would exert a significant adverse impact
on future technic,a:l:' cQop,er,a',1:=JQIl b~.,:t,~~~n:<ypq;I:<fcQJiI1 try and -iJapan.

In order to ,i- be' 'S}.lc_c_es~s:ful(:a,nd.!r,ew.~:t,di.I}g:",/to,::P9thpartners.,
any technological cooperation between two countries must be
based on the mutual trusb',-~and'iirespe-d1:',:,fb17' each other I s own
righ~s and priority. This is particularly true- in the case
of programs involving an adi"i'al'lced-"techndlogy ,because its
innovative nature and novel tymakes it 'far more vulnerable
to such impediments as expLained'earlierion the other hand,
it is precisely this type of. advanced technology, in our
opinion) -nh at; contrihU,fE!: the':mos.t':e:to,the s,u'c:cess'6f·/ such
cooperation~

We believe that the problem which has been worrying us
is not: due ;·:to an. in:t'i:::hded:shi:ft,.,' in<: your "a.gency:'l;s poldcy. wi~th

~" view, to, imped~ ,pat,ent, appLica t.Lons and to ,discouJ:"age our
will-ingness ',to promote the' mutual cooperati'on It;.is:'since'rely
hoped that ,yC).ur~steemed Ag~ncyw~ll',l:ln,ders~aX;dthe natur~
of our -·stro'ng ,"concern;: andwi1:'1 kindly~·,,:re\Te-rt to the-,previ'ous'
bases of examination which we had found to b~ quite reasonable
and promoted the exchange can tinu0us:ly,:'ove'r<:the-years' ih:,'the
past.

We look forward to your favorable consideration to
matt.er'<and hope; very.crnuch that:th'-e" technological: codperation
between USSR and Japan will continue to grow.

Yours' ;respec,tf;ully,'

JAPAN' CHEllICALINDUSTRY ASSOCIATION

%5~:' ~/,,-:,---,-,,-,.-,' ~

Yoshio l'laruta f Pr~~id~nt
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LAW OF THE SEA TREATY

By

CURRENT STATUS

Hbmer.O. Blair

Vi'ce President

Patents and Licensing

Itek Corporation

Before

The Twelfth Annual Congress of the

Pacific Industrial Property Association

New York, New York

November 6,1981

Last year at the Eleventh Annual PIPA Congress in Tokyo,

Jack Maurer introduced you to the Law of the Sea Treaty and

pointed. out a number of the.problems that Jack and others have

recognized in the pr-eserrt. draft} I will briefly review. some of

the·background of the. treaty for those of youw!J.o were. not

present '. to, hear Jack's . speech,

united Nations he-ld conferences'on the ..La.w'.of,::the Sea

in Geneva in 1958 and 1960. On December 17, 1970, the United

Nations General Assernhly:c:declared that lithe area of the sea-bed

and.ocean·floor .and thesubs.oi 1 thereof , beyond the limits of

lLawofthe Sea :Treaty: AConstitution for the Seas, John E.
Maurer,.Pacific>.'J:udgst:17if:l1n:'"l?roperty Association Presentation,
Eleventh International Congress, Tokyo, October 22-24, 1980,
pp. 608'-'620' .
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paper.

UIli,ted 'Nat.ion,s e..
One.f-ree,copy, ,c"nfbe,

New York or bytele::
in New York.
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3 .. '':"Third '.conference, on .the. Law.of: :the,Sea ll
j

AjCONF. 62/WP'. dO/Rev. 3, i.27 August 1980
obtained by writing the United Nations in
phoning (212) 754-4475 (Public Inquiries)

When the Reagan Administration took over early in 1981,

there was considerable unhappiness in the United States with the

terms of the treaty which had been drafted up to that t trne , Part

of the unhappiness was due to the transfer of technology ·P'ro-
"",.' ,,, '" ", ,- ,"" ,-,',,-",,', , ", ,,,' ,,', , .. ,

vf s i.ons , 6'f'vihich nb':Ohe'-'·l,n the::';p'afent:~ l'fcensi'11g ari(f,:t'EH:~.hhdl.Q'gj7'"

transfer community in the United States was aware or had been

national j tirfsdlctioil'~ :'asC:\.i'etl,a's";TEs",re'soilrcesi is tihev.common

heritage of mankind, the exploration and explbitati6h:~of which:

shall, be, carried Oubcfor the' benefit<of' mankind asca''"whOlef;

irrespec'tive of::,thei; geographicaL .Iocat.i.on. of: .States1~,}

effort ',to develop a. global"treaty.dn,the Tusefof 'the' cwo:tld~ s

2Resolution 2749 (XXV),

oceans and the ','::law_ governing:them-. Nego.t'fat--inns';began in: 1974 'on

consu.Lt.ed about dur-Lng.. .the negot i:a.tiop~~,:.", La:t,e:Hl) ':.l.~OU

Swabey, a Canadian member of LES USA/Canada, alerted some of us

in the U.S. to these problems. As a result, the U.S. Chapter

of AIPPI, the American Patent Law Association, LES'USA/Canad,;:;

PIPA, the Patent, Trademark. and Copyright Section of the American'

Bar Association and others reviewed the treaty and made thei;r

the Law of the Sea (LOS) Treaty. with final negotiations being'

corrt.empLa'ted inMarch'-Aprilccl98lin'New<Yorki withthe final

draft being presented at Caracas' later in 19 8L The f latesV dra:ft~

is'180 'pages TOng" ,'most of which F'willfnot t.oucnvupon in" t.h.Ls.'



of the Sea.

Thus, whi1ethe;United Statesh;>sp"rticipated in the

,
6, 1981.

Whitney, President, American Patent Law
Comm'i t t eer on Foreign:' Re La't i.ona., United

1981 on Law of the Sea Treaty negotia-

to the Larry Pressler,

-5.08-

on Arms :;'_contr"iiij';:':O'G:¢,ans " lriternatiional Operations and
Committee on Foreign Relations, 'United States Senate, Oct.

replaced the en t Lnerll , S., negotiating team, and informed the United

4cStatement of George W.
Associationbe"iore the
States Senate, March 5
tibns.

As arresul.t, o.fi->these 'c.on'c:er;ns:.'{:, the Reagan.iAdm-iilistration

the determination of the United States Government position.

4aTechno10gy Transfer as an Issue in' North/South Negotiations,
Homer O. Blair,> Vanderbilt, Journal of !ransnatic)flal Law" Vol.
14, No.2,Spring 1981, pp. 301 326 (Law of the Sea Treaty
di"cussed briefly on pp. 318-319.).

4blnternational'!'e"hnO:Logy Tr;>nsfe,,: United 'Nll.tion,,, Code of ",
Conduct and Law of the Sea Treaty, Homer O. Biair, John Marshall'
Law SchooL 25th I.ntl':Uectual; Propert y Law i3emina:r,F\>bruarY,19S1
(to be published later this year).

opInd.one known to various qqve,r::qment:G,~p~l~,?,~t:l9:ie':I.S,ewpe:py inc"

speec)les,; a:l:'tft.p:I.~§";'~,te 4

nothing:of subs t ance has .happeried in,' t.hese negotiations ,awa,iting

the proposed treaty and the entire situation relating to the Law

on the treaty until it had completely reviewed the background of

Nations that the UnitedStates',would not comp.Let.e.cnego't La t.Lone

4~ositi~1l ~aper on Law of the Sea Treaty, T"chn~iogy Trallsfer
Task]i'()rce,ChaIJl!:>l'r()f COIIlIuer"e o.f the united States, Aug. 5;, 1981.

4eLawofthe Sea Treaty', Statement by Richard A. Legatski "National
Oceall "IIl;,d~stries, Ass()cia,tion, Hearing before the Subcommittee on
Oceanography, Coirnnitteeon :Merchant Marine and F,isheries, 'D'. S.
House of Representatives, October 22, 1981.

'negotiations; that took pl.ace in;Apri11981 and; AUgust 1981,



I am informed that a draft paper embodying a~~newposition

for the United States Government has been prepared and is being

reviewed in various levels of; the United States Government "but

it is not Yet available for comments. by non-governmenta.l people.

some~ime ther~~fter

Lni any event, 1'v.r9U1d like fa review with youbrieflysbme

aspects of the technology transfer provisions of this treaty, a

few' of ::the other pro.visioni:( 6f this treaty, 'and soma commorit s

made by U.S. Ambassador James L. Malone, who is chairman of the

U.S. Delegation to the Law of the Sea Treaty Conference.

Technology Transfer

order to give you the full flavor of some of the tech

nology transfer provisions of the· treaty. I have set forth in the

footnotes, Article 5 of Annex III of the treaty which relates to

technology transfer- 'as it"applies to underwater mineral-'c:orita5:rii.llg

nodules. 5

5, .••.... '. '.' .. < .....,.. ..
Anne~.)II. ~ __ BG\$,ic cond~ti()ns 0+ J?ro!?pecti~g" 'Expl'draf:Lon arid.
ExplO1tahon,p. 1.:30ff., Article 5, p . 132ff.

Article·S

Transfer of .Technology

1. When submitting a pr-oposedvpInn of work, every appli-.
cant shall' makeava:ilab Le.. to:,th'eAuthority;:a qener-aL ,des.crip-.
tion nf"the :-equipmentand.:methodsto.ge used .Ln ca,rrying out
activities in the Area, as we l.L: as, other-:'re_levan,t:,:nQn-prop:ri~_7
tar¥_:_ infor~Clti(:m" aboue. tl1~,_: ~l1,CirClc,~~:ri~,~ics:qfsuqh technology,
and,'infQrmation'__ as to'~her_e' 'such technology- "is availabl.e->. ' ,,,' "'"',,,',,,,,, "- "-"", ","',' ",.'" --'--'," ,'" '- ","', ''',''",' ,

2 • Every'operator under-van :approved plan,'of,:wprk. s l1.a l 1
Ln f o rrn" the'Aut-hori ty -of :revisiohs ,,.in the :descripti.on:: and
Lnfo rma t Lon required by par aqr a phi L. whenever} asubst,antial
technological change or innovation is introduced.

-,5Q9-



5 (cont'd.)

3. Every contract for the conduct of activities in the
Area entered into by the Authority shall contain the following
undertakings by.the operator:

ra)Tb\"riak~ a';"~iigbiib-'td 'the; Enterp~i's;~, iE"and;':Whk:n
the Al.lt,~:c>~it;¥;sh~~l_,_so;,r~qu§s:t__ :, ~nc1 on Jai~_,an?; l:_~?-sPI1flble;,corom.e r::",
cial terms 'and conditions, the technology which he uses In
carrying out. activi ties:_~n;;t::p~_Ar~,~, under :tbeP?I'l:t.ract<fpdwJ:1},._pR
he is legally entitled to transfer. This s haLL'v be done by· .
means _,p-fli,qen:f5,e ()r ;()tl'I~r,_?:I?p:Lop;r:~ate_a_r,rangement:):~_:w9~9h :the
operator· shall negotiate with the Enterprise and which shall
be_set,,~pl:"_~hAI1a ,:~p~c:,i;a~ _a~r~eTI,l~I;Jrt supplt~rne;n,i:~3:X: to. the, corrt r act.,
Thiscornmitment'may be 'invoked Drily if the Enterprise finds that
it is:unFpl,e, to;;_qbt,~in the:sam~.o.r e quaLLy ef:ficient;,anquseful '
technology' on the open market and on fair' and reasonable comrner
cial.ter~s::-,~I1:q .condd,ti'()l1~;

(b) ,', ,~r,ro> opt:aip, C3. writ:t.?n-,;,ass1,1ran,?~~rom,:the:~\fnE~F .o.f
any technology not covered under sUbparagraph (a) that the
operator useS in carrying out activities in the::A,:r~~,pnd,ex the
contract and which is not generally available ont'he"open
mark.ettha,t; tqeownerwill, if and when the A\11::hority .so"e
quests, make available to the Enterprise to the same extent as
InCiti:e Cl\Tai,.;~able:tq .th~ 0l?eratp,r", t~at t~chnology. '1pdeF,lipens,e
or other appropriate arrangements and on fair and reasonable
commerci,al ,teJ:Il1s,a,ncl,; qOIldii:ions~ " If 5ue11 a5sufa:I1,c~, ::i;s no.i:
obtained, the technology in question shall not be used by the
opexator, ,._In ,qa:r,-l:yi,ng ", out, ac t Lv;i.ti~s in, ,the '. Area; ..,

(c) To acquire, if and when requested to do so ,by the
Enterprise and whenever it is possible to do so without sub~

stantial cost to the contractor, a legally binding and en
forceable right to transfer to the Enterprise in acc9!ti~~~~

with subparagraph (a) any technology he uses in carrying out
activi;t:i.es:in, ,.:tIle ,.Area,unde:r. t:he,c0]:1tI:'Cici: "wp.iph h~,is no.~, l~gally
entitled to transfer and:.whi~h isnotgenerally, a~a,il?ble. on
the open market. In cases where there is a substantial cor
porate relationship between the op~ratol:'-,,:and the owner of the
technology, the closeness of thisrelat:ionship and the degree
of contr.ol or in~luence sha~l'1:>e.:,~e~eva~.t: ,to> ,.thei' determination
whether all feas1ble measures have been taken. In cases where
the; operator exercises" ef:feeti-ve:·,controL·over the' owner, fail
ure·'tO'acquire i .t.he legal. r ightsfrom. the" owner, shall·be con-i
sider'ed'relevarft ;tothe applican:t's:'qualificatio.nsfor;· any
subsequell.tproposed plan of work;

.(,,) ... ,!,gfa.C:il,it;a\:e;t.he;acquisij;ic)ll by the Enterprise
undeF, liceI1s,~.'o:r- other appropriate arrangements' and on .fair' arid
reasonable';comrnerciaT-:. t.erms: 'and .conddt.i.ona.. any technology

~.~~~covered~b¥. subpa.r,a.g.ra:ph ~:;(:b))~· ,should:.,the'+Enterprise·:d.E!eide;:t(),,~::.,~+:.·

l1eg()tiat"·dir"C:tly with· the owner. .. of the technol,ogy and request
such facilitation'f'

-,10-
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would not' involvetrans:fer :of-technolo.gy ,toa'third-,,state or
the nationals of a third State. Obligations under this pro
vision shall only apply with respect to any given 'contractdr
where technology has not been requested or transferred by
him to,theiEnterprise.

4. ,?i_yputesconcE7Fn,iIlqt.h~,un:de,r:t':lkiI1Sls,_,requi,r.ec1.l:>Y
paragraph' 3, like other provision's of the contracts, shall be
s ub j ect. ~9, cornpuls()ry, d,~,sIJ_U,~_E7., s~t~l~rn~~~ i~'7pcor~,?n9;~ wi~~
Part XI, "and monetary penaities, suspension, or termination
of contract as provided in article l8~, D~spu~es~s,to~he~~~~
offers. made by the contractor are within the range of, fair and
reasonab~ec<:>mmercialte:r:mE;Cind.,condi,tions. may be aubmd trt.ed.;
by either party to binding commercial arbitration in accordance
with the UNCITRAL,A~b~tratiqnR~l~s: or other arbitr~~~on,fu~~s
as may be prescribed in the rules, regulations an'd procedures
of t.he Authority. . I J1:.any, <::.af:ie, in,which, the, fin,ding is negflt:ive,
the contractor shall be given 45 days to revise his offer to' "
bring i twithin" .tl1at r anqe, be fore, ,the. Au thority .makes"any
determinations with respect to violation of the contract and
the imposition of penalties, as provided in article 18,:"

5. In .t,h,e,event that the, Enterprise is unable to, obtain
appropriate technology on £airand ·reasonable' dormnercial'.terms
and conditions tO,commence in.atimely manner the re<::overy
and processing of minerals from 'the Area; either'the"Council
or t.he Assernbly.rnay c(:mv~ne a group of States parti~s,composed
of those which are engaged in 'activities in the A-rea,,·'those
which have sponsor~d:,entiti~s wh~chare engaged inactivities
in the Area and· other States Parties havingaccess:tosuch
technol"gy.. This group shall consult together and shall take
effective measure's to ensure 'Eha.t; such,technology,,·is ,:rriade
available ,to the Ent:erpJ:"iEie, on fClirand~easonab,lecomm;ercial
terms and conditions. Each such State Party sha11·take:all
feasible measur.~s t.o ~his ~nd within its o~n lega~.-system.

6. In the case of joint ventures with the Enterprise,
technology transfer will, be .Ln accordance, .withthe.. ::t,erms ,.of
the joint venture agreement.

7. The undertakings required by paragraph 3 shall be
includepin. each contract, for., ,',the., conduct; of activ~,t:i~s in
the Area until ·10 years after the Enterprise has begun·
coromerqi~l: .p:roductioI1()~,Dline!als. f7'0TIl' -t~e, resources of the
Area' and may be' invoked 'during· that perfod',

a. For' the: purposes '0,£ "this ,article,!, ./'technology'l meena
the specialized equipment and technical know-how, including
manuals, designs, operating Lns t ruct.Lons ,,-,trai:ning,,:and
technical advice and assistance, necessary to assemble, main
tain and operate a viable system and the legal right to use
these items for that purpose on a non-exclusive basis.

5 (cant' d.)

(e) To. take the same. me.asuresas those. prescribed in
subparagraphs (a! ,(b), (c) and (d) for the benefit of a
developing s.tat" or group of developing States ",hich has applied
for a contract under article 9, provided that these measures
shall be 1imit"d to. theexp10itationo.fth"part.of .thea,rea

by the contractor which has been reserved pursuant to
activi tiE?s_:~I1(ler,._,the: c0I'1-trCic:-t: ',:<,'!

'frauj:)· of deVeI6pingStates"



Article 5 of Annex III provides, among other things, that

every cont.ract; for"the conduct, of'a'9tivities,in the Area

entered into by the Allthority shall contiaLn a number ofurtder":

takings· by the operator including (3a) "to make avaiLabl.e to

the Enterprise, if 'and when the 'Authority'shall soYequest. and

on fair and rreasonabLe comme nc i.aLvt.errns and 'conditions, the

technology which he uses in carrying out activities in: the

Area under the contract". Thus, this is a compulsory license

anq provi4~s that anyone qperatingin th~ a~ea of the sea

must agree to make their .technology avaLLab.leto the Enterprise

in orde:t"to'obtain the contract.

Tl1ispI:'ovision, which is :far'; stronger than the normal

governm~nt ~ontr~~~ihg activities of the United States,

apparently was negotiated wfthho consultation qr reference to

private,sec-t0rtransfer 6:E'techno'16gy.-experts and has just

recently corne· to light.

Inaddition,Section 3b ofArticle 5 provide,!, that if the

propos,edcontr,actor, is not,-theowner(Jf the, technOlogy required

to be licensed "t,o: t.he 'Ente:rprise,:,the contractor must "obtain

a written assurancevfrom the owner of the technology~,.II that

the owner will make this tech'notogy, ava l Lab Le . "under license

or other approprLa te arrangemt=ntsil~r-I1:e~essar.¥. If, such

written assurance is not obtained' from the owner Of the

technology, "the technology in question should not be used by

the opera,tor~n, carrying"out ,actiY,i,ties in"the Area. II

decides to negotiate directly with the owner pf,the.techno199y,

the contractor must' agree.'to ufacilitate the acquisition of

technology b1 the Enterprise .: • • "
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Article,,_ 5 ",Sec.tion,}e r. ob,l~ga~~st:~~ _cOJy~r~ctorto take

the same measures as mentioned above in connectioq with

paragraphsa....d Il,forthebe,q.efit, ,of ~~y dev~lopi~g,S1:ate"

that wishes to acquire .thi.s technologx. The treaty also

6

shall be subject to compulsory dispute settlement as pzovLded

in various sections of t~eTreat:y.

Reservation of S'ites for DeveloPment by the Enterpl'i1ies

Annex III also provides7 that each applic~tion submitted

to the Authority shall cover a total area, whieh need not be a

single continuous area, sufficiently large and of I?ufficient

estimated commercial value to allow two mining operations. The

applicant shall divide the area in two parts of equal estimated

value and submit all the data obtained by him. ~he Authol'ity

shallpesignate. thepal't wh i ch maybe.developed hythe,applicant,

and the other part is to. be resel'ved solely for the conduct of

activities. by the Authority t hrough t he Ente,.p,.ise or ,ii' assoct.a

tion with deve Lopd.ng countries. Thus, the applicant does not know

which of the two .. areas hewill beperIllitted .to .deX~lQP, and. the

Enterprise and/ol' deyelpping countries ...,ill be encouraged to

compete with the. app l.Lcan t "n the o t he r site

Financial Terms of Contracts

Article 13 8 of Annex III relates to the financial terms

of contracts for exploitation, etc. The~uthority,shall be

6Annex III, Article 5 (4), p. 133.

7Article 8, Reservation of Sites.

8Annex III, Article 13, p. 139ft .
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Another object·ive
10

irl'se-a~be'd 'mining

number of objectives including stimulation of the
9

technology to the Enterprisetransfer of

guided by a

9Annex III, Article 13 (ld), p. 139.

10Ibid, Article 13, (Ie) , p. 139.

Article 13, (2), p. 139.

12 I bi d, Article 13, (3) , p. 139.

13 I b i d, Article 13 (5), p. 140.

-is to enable the-Eriterprise:to engage

to the Authority, etc.

effectively "at'the same time" zt's"the b6ritr~dt.dr's:.

Appitr~riti~i~ th~ Law of; the-S~'ci is': riot -:;'coI1.1:.:errlplilting any

activlty by sma.lL' 'or medi.um Eii'iJ'bu~irless'~~':'beC'aus:e-the:fee
l l

for the administrative costs of 'processing an applicati6nfoi

a contract of ;'''plor<l.1::iori and exploitation is $500,600 (this

is not ~:::"'fypogrkph:icaT-erro~') per application. Fortunately,

if tlie6o~t·iricurred Joyth~Author:ity:i.n processing tlle

application. is less 1::han$500,bOo, the Authority shall refund

the difference to the ap~iicant.

There area' 'humber'of :' complex provisions -for' estahl iS111ng

the firia;ncf.a'f :'terrrs of "'the"contract including an annual fixed

•. ..12 ·13
fee of $1;000,000 ;a royalty of five percent of the market

value' oftlle'j?'rdce'ssed riletatii procitlce'd from' noduLes ex'fra'cd;~'d

frorrC:the' "cohtract"'area fbi' the fi'i~;t--tel1 y~ars ;'of-'bornrnerCiai:

producfion i\ii.d aroya1tYClf 12% for yeaJ:"s thereafter; if that

is the way th~ contractor ch8oses'to make;g financial cbntri~

bution to the'Atithori'ty. Ther'e are 'Other prov-:tsi6ns '1.£ 'the

contractor would prefer to give a':fihare. o:f::his:riet'pro'ce~ds



"

-,

There are a number of other provisions relating to' tech

nology and ,technology transfer blit,we,.don't have time rto vgo into

them today; Suffice it.to',say that while, someo'ft·hemare phrased

in .d nnocuous -wavs , -:o,thers'have<'beEHi ':objected:to:by:-,those 'iof,;us Ln.

the technology transfer and licensing, professions.

Other Treaty Provisions

To' give you more 'ofa 'flavor fo'r some .other. ,<parts of the

treaty which do not specifically relate to technology transfer

but show the kind of negotiations which are performed by the
. ',: ,::' ,-,'oJ:",:.' ;:,;: J", ,:

United States delegation, I will briefly discuss the structure

of. the Unit"<L,NaU",:,,,prganizations which ,will administer the

LaVi of the Sea Treai:y .

The InternationalSea.Bed Authority?-4

The treaty establishes the International Sea-Bed Authority

(The Authority) which is the organization through which the States

shall", drganizecind coritrol,act'ivifies'iii.'\the' a:r:e~) p~rf;cuiarly

~ith ci:vie~-td~ard adI11ii1is't'e'r:irig',,;tJ::l",~ :r:esC>l.lrc~s,.15

The Authority includes IE an Assembly, a Council and a Secre
17

t.a.r i a t , 'Also est.abLished.j Ls.ian Ell:terprise, the,"organ,::.through

.which,the-'Authority carries out, its ,functions:.

14 '
See Section 5 of draft LOS Treaty, p. 6lff.

15. .
Ebd.d ,, Art:Lcle 157. (1), p ,

16
Ibid" Article 158 (I),' p , 61.

17 ' ,
Ibid., I\rticle 158 (2), p. 61.
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The Council

The Council is the executive organ
18

of the Authority

and has, a-wide--:number<:'of powe'r.s . The .CourrciL consist-s of"thirty,....

six member-s ·>(each.member is; :a;di,fferent : 'country) . -.There,hasbeen

considerable concerrriexpr-eesed about the: rpr'ovf.s Lon. for- :.determinin@

these thirty-six member countries.

:As,can;'be'_,"s'een :-,fOT, the provision governing this ;-ele,ction19 ,

18I b i d, Article 162 ( 1). p.67.

I9 I b i d• Article 161, Composition. Procedure and'lloting. p. 65
0

•

1. The CouribilshaU'co'risis1: dl36 'tri~ITib~~s 0 bE/ tile AJth<:>rit~
elected by the Assembly, the election to t"ke/plap"in t.he. fol.Low -
Lnq order: ' -' " " . -'

(a) Four members from am9ng'th~:ej~g:tlt: State!3' Parties \'lhicl1:have
the largest investments in preparation for and in the conduct of

';;activities ;'In''the:,Area;::eithet directly 'or ,throq,gh-·,theit"-nationals,
including at least one State from the Eastern (Socialist)
European '!regibn;

,: (1:», .;Fqur.:,m~fl1be,:t;s",f5om,arrto.n<:J. t~OSy qt,q~,e:~,,:P~JJi~~ :w~~qp':?~l:",ing
the last five 'years for 'which ~tatis~ics are available, have
either consumed'I1l9Fe",~h;aI];,t~(),.,.pe~ q:~'rl~; .:9:~,:1:C:>,tal:,J-.J.()J;I~. ilJPor~~ .o f
the commodities produced --from' !the' 'catego'ries ofrninerals to be ....

_:dE?,l:',1 yec;l., .,~.rC?Ill :~:rrp.:e';:"?--fe<:-,,.a.Ilg,:+n a,ny'::cct~,'r, .. :qIl,e :St:at~ "f.r<:)It1 the Eastern
(Socialist) Europea,n regidri; ","

(C'):Pollr'";,memb'e-rs from;amon:g:countries·.·which·:on the b a s Ls ro f
production in areas under their jurisdiction are major net ex
porters of the categ(j'ries'of :,:minerals::::to:·be qerive'd'.·froIri:the Area,
including at least two developing countries whose exports of such
minerals have a substantial bearing upon ,the'ireconomies;

(d) Six members fF.p~: a~.on~;:.:.9.~y~e:lo,J2:~pg::P"t-:fJe:s,:,reJ?Fe,E>.e,I1ti,p~
special interests. "The spec LaI interests" to be'represented shall
include those of States with large populations, States whicq ~re

land-locked or geographically disiodvantaged"Stateswhichiare
major importers of the categories of minerals to be derived from
the Area, States which are pot.errtLaL ..pro¢lu~eFs,:, q~:...,;;ppp: min~:l:'.fl-,l's-',
and least developed States; "'" ., -.. .

(d) Eighteen members elected "cpording,to, ,the pr,inciple. ,of. en-
.',s ur-i.nqvan-vequd-t.ab Le ',"'geog·raph-ical-",dis:l:r-ibu:t:'i:on:,'o,f':,·:sea,t:s;":-in,.o"the',,
Council as a whole, provided that each geographical region shall
have at least one member elected under this subparagraph. For
this purpose the geographical regions shall be Africa, Asia, East
ern Europe (Socialist), Latin America, Western Europe & others.
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neither. c the: pni,te:d: :S,tat,e,s ;tl,Or: .Canade, -qre::'gll.B.-:t;i3.nt,!?,?d:,a :,~.~a:t:,: .,OIl

the,.;council .even.ct.houqh thE!Y ar~:tw9 of ·the",:rno,s;t, act i.ve.. count.r.Le.s-.

in sea~l:)E:~cl,q.qt~v;;ty>andhave v~ry:.::large\coast, lif:1,es-., On the

other h"nd,,,,,tegory. (a) ,.and (bt each provide for at least<one.

State from the Eastern (Socialist) European region,. cat!"gq:ry·,)c)

must include two developing countries and category,(d)prpvides

that a Lk six mcmbezs. Ln :this,c~tegory,-mus t. be from developing

states ~ C;ateg()ry::: (e:):; pl:'pvide,s; ,'th,at:,·;':'--,ei:gh-teen meml:>ersa.l:'e "ele9t:':3d,,.

acco.rd.i.nq to :l::l1eo:p:r,in,cip-le o{,insuring,::aIl ;,;,equi table: geographical

distribution of seatsu:and provi_d.es:·,:t:,ha,t:_~_a.ch,:::g~og~i:lph,i,cal"r:E!.9.iPI1

shall have at least one member.'rhegeogr"phical,regipns

are ::setforth as';;:be',ing "Africa, As La.,. Eas,tern,.:Europe:,,(Socialist) ,

Latin ,;::Artlerica ,'>'WesternEuropeand, o.t.nez-s." • There ar'e-vno :provisIons

that \Nor:th.:America isa,geographicaL'regiono;

Thus,':; of the'thirty~six-.-m.embe;rs,at ""least three :must:be'

from the Eastern Europe (Socialistlregion and at least,eight,

must be from developing :countard.es, .not, including .addd-tLona L

members -' from. each'of Af-rica,As'ia; .and Latin,}~mer-ica-,,<'_,whi'Chpro

bably would 'be'. three more:.•devel.opf.nq countries. There.- is'no

requirement' ,that 'e'ither-the:United States .o.r . Carrada,.. o r: .any .nat.Lon

in North America, must be I ncLuded- Also,;, Japan is, no.t specJfi

cally included; but may have.va-vchance to,oe d.nc.Ludad as a country

from As i a , /SornEL:have,.'~xpressed concer-n-t ha't ourcnegot t ator-s d·i,d'i

not represent the United States very well in this portion u o f the

treaty.

'I'he treaty also provides that; in" the' Council, decisions
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on questions of 'sllbstance20under 'va.rious proviSions shalF be'"

made' by'·; 'a:: two;"third:g:::rnaj'or fi:y 'c:":f': the';:'mefubers ';,preserit" and-votilig-'

or a three~;fourths maJority, 6f-thef'members preserit-"andvotfng,

providing 'that: such- m'idority 'il1clud~s a':majori ty':df:·"the .member s

of "the, Council.

'The F:hterpriSe

Theyt:r:ea't-y:,:prbvide$.; f6r·<-an- EnterprIse;-- vihi'ch>is2J: -"the

organ of the Aut!ic,,:·,itYVihich,sha.ll 'carryouL the' act'ivities in

th€f'area d-ire'ct'lyt'" including ,l'trans'pdrtat'lon./, pr'ocessing and

Re'cent',-··U. S{;:~Gdvernntent ''VIews

Recently', 'Ambassador James L. Malone has ,made a statement

which sets forth a number of the concerns which the United States

has with the Law of the Sea Treaty.22 According to Ambassador

Ma.Lorie, 'the Un'itedStates' objectives in the Law of the Sea

Treaty' .ne'gotLa.t Lone are as follows:

1'," The' U.S.' role cin .rt he dec iston making system .of: the

Sea~Bed Authority' ought to approximate the economic stake which

the United States has as a major contributor to the Authority

and the Enterprise; Aspresentlyconstructed,the Assembly and

the Council do not meet this objective.

2. It has been the U. S . understanding , and those of

others, that' the-Council',: and not the:Assembly; wouLdvexez-cLee

20I b i d, Article 161 (7b, c), p. 66.

22Statement by Ambassador James L. Malone, Special Representative
of the U.S., to an informal meeting convened by the President
of the Law of the Sea Conference and the Chairman of the First
Committee, August 13, 1981.
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the p.r i.no i.paL: policy"making,po",er",gf th"'/;i\!,tilg:rtty. ;'The, curren't

dr",ft;must',be ,modifie,d .to r§flect tilis;c:onc:ern.; "A~"Ol ;t;h§,) c9lJlPgsi.,.

tion and voting ;arrangem§nt;fgr,tile;:Q:0llncq,n§§9 ;tg; ;ll§ mgdij'ied"

,,3,; ,The, treaty should §"tab~ish';a<!,eg:~I)l§whicil; ha";"a,s,,J teSt;;;

resources;efor WOrldwide consumptaonv. ;',file:,pnitediS,tates:; feels!

that Articles ;lqO,an(:blql do-ino t , do :,this an9;:actllally; e",Pr§s"

clear/preference; for limitatigns on: ;the,proiillction;,: o f- sea,-ted

mineral '.'.' resources ,::as_~- w:e,11 '._' a$:< otp:e.r,;/o_bj~~:t;;t y~S;_:'; whLch, *"I;~::;::,;(;i/~o\?:JgIl;?q",,

to;limit t he access of,;th§;;pnit§d .S't a t.e s; and;:9thers,to:d",el': S,EWe

bed resources.

, 4 ;'TheUnited;:States: feels,that;U.$. compan.i.es- wt.t h rthe.

capacity andcqua.Lt fd cat ions t ovdeveIop.: t he, min,13ral,::r,E!.f?,(::mrce~:.q·f·:

the area should not face;'obstacles, in; optainingthe:1\,uthority's,:

permission. ;As the, 10 r-eatyispresently iirafted:;: ;the;compl;e",

approvals andsl.ack of objective criteria, for th!'se; approvals do;

not make: it: clear;:;that,a'jqualified;: appLdcant wilhP",;gr;a"ted

permission t.ovdeve-Lopet he- resources.

5. The U.S. objective with respect to the:,e,wloit;ati;()n'

of the; resburc€s:: is",-:toi institute a-ays.t em-whd ch -p:;rovid.es' f9r non-

dfscr tmrnat.orv- and cer-t af.n -access,::to:::i:the':cr.es,DU,T..ces:." As," the:

En terprise; has': significant lye lower 9perating,:cgsts: .than any

other operator Ln. -the.i area, cert ad nvfLnancf.aL. ·ad:vant ages: WQ9.

the benef'ibof: free 'prospect;ing;:done; bY0thersat; manYi.qJ'> its

si t es; i,t":':--Wi:I:l .have. 'a·' d-ist Lnc.toadvarrt age;-dver:_':privat~::~qI;gan-i,z,a:~

10 ions. The; Enterp:i'ise, wi;ll;:als(Fnot: have.i.to- .deve'Lop. ;i;tSyown

technology, and it will have a right to demand,th""tephnqlogy"

of others .at whatever price" forced sales produce;
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6. The United'States seeks a regime which cannot.be

changed except'by an amendment to the basic Law of the Sea Treaty

which can 'be subrm t t ed.tto the United States Senate for its advice

and conaen't: in 'the sama-manner as':the treaty itself. However,

the treaty·'provid'6S fOr it' review:cohference 'in the f utut-erwhf.ch

can alter the treaty by an action' of 2/3 of the' States who are

party to' the treaty. Such an arrangement t s unacceptable.

7. It is'one of the objectivesof •. the United States to

avo.td-unreasonabte interfet'encewi t h : t hevconduot o f'<m.i.n Lng oper..,.,

a t Lons bY'private o rgandzatLons . The draft Law of the Sea Treaty

at present provides many discretionary provisions and therefore

allows for': oper-a't-Lona.L interference'--by: var-tousiorgans of the

Authority. Operators could be ordered, for example,to'cease

work-entirelyor,to maintain levels of commercial,production

which under -the economic circumstances prevailing might ruin the

contractor. It is not at all, clear that once an operator has a

contract that.operator will be able to conduct his· activities

so as to realize the fruits of the>prior investment-necessary to

obtain this contract.

8. Another U.S. objective is to minimize the budgetary

impact of. international agr-eemen t s, The present .t r eaty .is

structuredinsllchaway that the companies. of most Western

industrialized countries have aa.t d that special: tax relief

would be essential fromc,their Government, if th<;>y were going to

function under- the Law of, the Sea.Treaty; Also, the convention c

support 'the "Enterprise .
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JAPAN PATENT ASSOCIATION

the export of technology is generally undertaken by private
ente:r;prises, they will generally never: export their technology
unless adequate patent- protection is assured and they are
zeasonabLy rE!munera1:~d_.,

In the case -of-tnventions "Whi:ch are directly related to "human
life"such_a~pharmaceuticalinven~ion~, avast stockpile of
~+_~_~_~_c::~f__,.~g_~,~.'~r.}!~9;~_§!Ei_~EY_,;!9;:c:",E~ -_gqY~_m§Bt_§,_!__,,,iI!PP:;9Y~!_r~m'Y:§~;_,";",",~_,,,,_~_;;:,.~,
precede the actualsale.of.the products which is generally only

perhaps a decade of development efforts
and a huce.vamounc of, Lnve s tment; , Unless it is assured,pos
itivelyandofficial1yI~at foreign e,nterprisesIIlit.yreceive. a
fa~r re=turn on their investment f, it is 00 wonder that they would
seek too-recoup their costsfor,-the dev~lopmento:t: new:::technology
leY exportingtheir"products rather than bringing their tech
nological:innovations "as such . into .yCHJ,J:' ,country. Eow~veri if
your· country would continue IO maintain .a.system ensuring ..ade
quate protection for the technology, foreignen~ezp~eswould
not .stick to. a policy of exporting -products ,but would Instead
consider exporting their technology as such wi~~out worrying
about unhonored bills. .

It may be true that not a few patents owned by foreign enter
prises remain unworkedp~obablybecause the patentee:and the
prospective licensee have failed ,to reach an agreement a's to
the term of working 4' Sanction to work such patents to more
than a limited extent would not promote the:transfer of
technology. Nor, would it help develop national technology
and economy by so weakening or abolishing patent protection
in the specific fields of technology, as is seen from>the
instance in Italy where- the pharmaceuticaLindustryis·less
developed than other fields of industry because of the abo Ii..,
tion of patent protection for pharmaceuticals, though the
Italian Parliament has recently enforced the law to extend
patentability to pharmaceuticals ; realizing the necessity of
patent protection for such products for the welfare ahdpublic::
interest of their people.. The opponents of patentsfo·r:pharma-
ceuci.caj, products 'are>,inclined,·to point',out 'that the .exds cence
of patents would only enable large foreign .enterprises.to
stren~..1J.en their ,monopolistic. posi.tion at the '.cost: 'af:small
domestic: ent~rprisesand'. consumei-sifo r whom- the re.sult:· 'of .such
patentsi::; an increase in the price of new'pharmacetiticaT products~

The price of pharmaceutical products, however; is not necessarily.':
higher in the countries allowing patentability thereof than in
the count.ri.esichat, do noc ia.LLow it.. Of course, we, do noc. den,y
that tradeabuses'are.apt:to, becaused,:bymonopolis'tic: posLtri.cn..
of large, enterprises in. ·:the ,specific. field of .cechnoLoqy ,':,bht
such abuses including the undue high price or phazmace uc i.caLe
would be possible to be controlled by the pertinent governmental
regulations. In Jap'an,:::the :pr-ice "of, new pharmaceutica'l p roduccs,
patented' or unpatented, applied. for .raq.i.s trrat.Lon i.Ln :the' 'O;ffici'a:l-:
Drug. Pri.ceList of Medical Insurance System ··is.:decided:by.:.,t'aking
into .'. due cons.i.der-ati.ton :'the'·.price,of>chemically: csinfila-,r:· p.roduct.s
having bioequivalenceactually being,'sold in ,the' 'market under
the regulatiqns. of·the Health&·Welfare Ministry.
"sre.x.i.mum Allowable, Cost·lI.-.'in ,the United States .may also .be said'
to be a kind of a governmental control of price of pharmaceuticals ..
In general, if the price of a new drug under patent protection
is unreasonable high, other drugs which have been on the market,
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In our opinion, even if the large m~jc)I."it:y-:,:C)f,.-;pat~:Il:t:~:;:~,s~y,:ec:i:,:9Y
your country are not directly linked to production, tile very'"
fact that inventions are protected by patents provides an incen
tive to foreigners for investment and technology export. Since

The Japah Patent"Assoc::i'atiortis an: organization oompos edvo f
-ab9~t,~90 l~~d~n~ en~e~r~ses o~_~apan, and ,can beccnsidered
as represent-at'ive' of "various-business fields r i.'e;.:,electricals,
mechanicals; automobiles, textiles, chemicals, pharmaceuticals,
constructions and so forth, as well as major trading:firms;;.:;,

The ~:]or;: objectives of the A~socia:ti6h are';" iamong,others" -'to
contriJ:)ute.t9.t:he.dev~lopmeritof. the, industrial property system,
realization' -of' it's sound' practical 'enforcement, ,acce'leration;,or
promot:j.c;J,q.:.ot,' l;ic::e~c18s: 9,:E pa:~eIlts"kno~-h?1NaI1d, ~rad~ma:t'ks ,an.d
further to acquire first~hand'knowledgeonactual conditions:of
i~~~~triFl,p:t'opeFty?Y$~e~~ in tO~eign countries.

We nq:f:e:,. tP..~~, YO,~r, 90Wfn~tt:E3,e, is :,unq~rtaking a" <:,o~I?:r~h~ns~ve
review of the Australian Patent System to see, primarily, how
it,c:~n, best.,contXibJ,li:.e " t o .: tp.e eJ:E.ic::iel1cy aI1d, pr09"~essive.ness,of
the Austxalian 'economy,' and we' were told that·· submissions from
foreign iIlCiustri~l::a:ss:o,s:~a,tio~7:~o1.l1.dbe dUl¥:,t~J<en ~Il:to, qon~id~
eration by your Committee in undert~ing the review. We; therefore,
take "tIle :Lij:l~r.ty:of:,..forw:ard.ing ouz opi.ni.on b as.ed ()I~ the experi
ences of Japan as follows.

In our un'der~f:.inding, th~ eXisti'n~'Austfa:iiari:<p:at'en.t"sys't.em'
offers a<ie.~uC!:i:,e,,:,p'r?tecti(:m,~oF' ~Il!J'e9:Fiqns,iIt:y:a:rio,w~;,te,9h I),i p al
fields iIi'elusive" of those iri pharmaceutical and computer field's',

9,;P5;l.",",;~.~;~;,:;:.i?"~,,.:;:.s}lt9};,,:';.~st:i:,1r,9d.g,;;""",,+~h~,F~((.b,~--:;,,:?',Y:,s,n<,*~E,i.;~,:k~S,?;,:b,,-{-8~~,~£!-:~.2}},...!7)l~S,,'i'.'~:'j';;
patents in the latter "specific fields are '~notwelI made "ava:iLilile
in AU5:.tralia, ~~~he, 2Y~F2l.:l:~ ~rit:er~,7t::;.::2)f .:t:~,l? ,::ercqr~oIJ1¥,:o~".,~~:~
country I this' should not -oe attributed to the p rccectiLon 'on
invep"t,i9.n.s",;~n" tl}es.e. f LeLds 4

JApAN PAt~NTAssdtIATloN
Kanda Sal'lWa Building 4F.

5. 2-chome, Kanda Ogawamachi

.00iycida-ku. Tokyo, lOt. Japan

H. •

The Secretary,
Indust~ial Property Advisory Committee
P.O' Box 200
Woden, J\.,C.T. 2608
AUSTRALIA

Dear 'sir;'

Re: RE!view of Australian'Patimt System

Cab'!e address: JAPA'PATENTA SSe'

Tel: Tokyo 03-295-8475.~476

May 19, 1981
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JAPAN PATENT ASSOCIATION

As to the life-term of patents, it is an international trend
to extend it up to twenty years from the filing of application,
and we share the view that the extension of the patent term is
nece~s-ary or appropriate for inventions ~n pharmaceuticals due
to the fact that the term tends to.be -substantially shortened
by some extraneous factors such as efficacy and safety testings
required under the governmental regulations, making it difficult
to compensate for the research casts of inventions.

In conclusion, we respectfully submit that the current
Australian Patent System would be to the advantage of Australian
innovative industry and should by all meanS continue to exist
for promoting further development of the Australian economy,
with improvement in the patent term, and that the wea.teening or
abolishing of patent protection in the specific fields of
technology should never be contemplated from the negative
viewpoint of protectionists that such a revision would be
advantageous to Australian innovative industry and be in the
interest of Australia.

Yours very truly,

JAPAN PATENT ASSOCIATION

~1J;y)~
Koshiro Matsuoka, Pres~dent
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JAPAN PATENT ASSOCIATION

havinga'sirnilar medical e'fficacyanda- lower price I can ,-be
usediristead~ As regards' unworked patents which, despite its
technical and econ:omic:'merits, may remain: unwocked in "your
country because of a difference in p.roposedvte.rms between the
parties, ,foreigners would ~e encou:r:aged t?, peI:'form their
productive and commercial activities· in Australia if, as:pre~

viously. stated, your 'country- should keep a system -under which
adequate' pai:eIlt protection can be affotdedto the£o~eign

;inventors, return beiI1gpromised~ Technologyprogress'and
industrialization cannot be- accomplished in a,shortperiod of
time. When Japan legislated the Patent"Lawin1885, the
technological level of Japan was far behind that of Western
countries. Around 1941 when Japan was involved "in World"'War JI,
the'-Japanese techIiolo'gy'wason a considerably advanced level.
In 1945 when the war was ,'terininated,a gre'atd'ifference'in
terms of technology was-:again:observed between-.Japanand-Western
cormtries,., NOWt-~irty-sixyears since'then l Japan has achie:e'd
a great t~chnology'innovation" and vim itlanY'''fields-u£ -techno:I-()gy.l
the level is not less advanced than that of Western countries.

During that long period covering nearly a century since-the'
establishment of the patent. law 1 Japan has never abolished the
patent system 'or even tried td:weaken'-patentprotectiOn. Of
course , the Japanese Patent- System _has-a.lways'been in line with
the princip.1;.esof,theP-aris Convention. It is true that tech';:";
no logy innovation and industri'alization .cennctirbe achieved
without the aid'ofpaten't syst'em l and it is alsO t'rue' that a
considerably long period is required for attaining the purpose.
In view:,of .che experiences of Japan I it maybe said ':that' iilveh
tions can hardly be created in technical fields in which none
are patentable. Transfer of technology . in such fields is of
.course difficult;; Therefore I development of. industry: ii1such
fields will inevitably be retarded;

Certain countries where inventions by nationals are few in
number seem to be considering establishment of system of weak
patent:protection: However,: under! the weak patent systeml'
inventions:by nationalsaf :-those cotintrieswould decrease in
number, resulting'in'further del-ay in.-the'development, '0 i-the
national· .Lnduscxy by means o f .tihei.r national' :technology. Also:"
some countries may have, an' idea to ',give< discriminat'orytrea,t
ment.to inventions by foreign applicants by giving ,'them les-s
protection:.... Consequently;;,·there'-would .suxeLy be fewer patent
applications by foreigners and ,fewer patent rights owned by
foreign"ers:. However, 'the fact is that:foreign technology
owners, are inclin'edto:_avoid'exporting :thei-rtechnology to
countries where their inventions are not.protected by patent
rights.

For your reference", during ,the pos t.-war-tpe r.i.od of 1950 to 197,9';
Japan imported,-technology amounting to 'the number 'of 34 r Ol l
from European and American 'enterprises. Thanks to such import
of technology, Japan has successfully filled the technological
gap which had obviously existedbetwe-en Japan and the "then
industrialized countties. Furtherrnore,based on such imported
technical know:1edgelJapan has: come t.o have a basic power to
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