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United States District Court,
N.D. Illinois, Eastern Division.

MINUTEMAN INTERNATIONAL, INC,
Plaintiff.
v.
CRITICAL-VAC FILTRATION CORPORATION, and Amerisafe Inc,
Defendant.

June 27, 1997.

MEMORANDUM OPINION AND ORDER

CONLON, District Judge.

Minuteman International, Incorporated ("Minuteman") sues Critical-Vac Filtration Corporation ("C-Vac"),
Amerisafe Incorporated ("Amerisafe") and Robert K. Hunter ("Hunter") (collectively "defendants") for
infringement of Reissue Patent 34,980 ("the reissue patent"). C-Vac counterclaims for (1) a declaratory
judgment of patent invalidity, unenforceability and non-infringement and for false advertising in violation
of (2) section 43(a) of the Lanham Act, 15 U.S.C. s. 1125(a), and (3) state law. Presently before the court
are C-Vac's motion for summary judgment on the issue of non-infringement and Minuteman's motion for
summary judgment on C-Vac's false advertising counterclaims.

BACKGROUND

The following facts are undisputed except where otherwise noted. Minuteman is an Illinois corporation that
manufactures vacuum machines for industrial and commercial use. Defendants' 12(M) Statement of
Undisputed Material Facts ("Def.12(M)") at para.para. 1-2. Minuteman owns the reissue patent which
derives from original U.S. Patent 5,102,435 ("the original patent"). Def. 12(M) at para.para. 8-9. The reissue
patent discloses a vacuum cleaner with a special filter for removing microscopic particles from the stream
of air created by the vacuum motor. This type of filter is known as a "high efficiency particulate air" filter.
Vacuum cleaners of this type are often used to remove asbestos, lead and other hazardous materials
containing harmful microscopic particles.

C-Vac manufactures and sells high efficiency replacement filters for Minuteman vacuum cleaners. Def.
12(M) at para.para. 8-9; Amended Complaint ("Am.Compl.") at para. 9. Minuteman alleges C-Vac's
replacement filter infringes the reissue patent. Am. Compl. at para.para. 9-10, 11-13, 15. According to
Minuteman, Hunter, the sole shareholder, president and only officer of C-Vac, directed the copying of the
Minuteman filter and the manufacture and sale of C-Vac's infringing filter. Am. Compl. at para.para. 6, 11,
13. Minuteman asserts C-Vac also distributed its infringing filter to Amerisafe for resale. Am. Compl. at
para.para. 10-12.

Minuteman's original patent included claim 1 of the reissue patent directed to the combination of the entire
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vacuum machine, including the motor housing, the motor, the switch and the filter. Claims 2 and 3 of the
reissue patent are new and are directed to the filter per se. Claims 1 and 2 are independent claims, while
claim 3 is dependant on claim 2. Minuteman asserts defendants have infringed claim 2.

Claim 2 defines the filter as including a canister with a generally cylindrical side wall and an upper circular
mounting flange, or protruding rim, that is designed to be mounted to the bottom wall of the motor housing.
Claim 2 also defines the filter as including projections. These projections are used to guide the filter, ensure
a proper seal with the motor housing and prevent operation of the vacuum motor unless a proper filter is
properly installed. If an operator inadvertently failed to install a filter or failed to seat the filter properly in
the motor housing, the harmful substances being removed would be discharged into the air when the vacuum
was started. Thus, an effective seal is especially important for safety reasons.

Claim 2 states the mounting flange includes "circular means adapted to engage said sealing tongue of said
motor housing to seal therewith when said filter is mounted to said bottom wall of said motor housing under
compression of mounting means" ("circular sealing means"). In the patent's illustrated embodiment, the seal
between the filter canister and the motor housing is formed by a "tongue-in-groove" structure. In other
words, a circular tongue is formed in the bottom of the motor housing and a corresponding groove is
formed in the upper flange of the filter. When the tongue is received in the groove and the mounting bolts
are tightened, an effective seal is formed. The C-Vac filter does not have a groove; instead C-Vac's filter
has a flat gasket of compressible neoprene material that conforms to and seals with the tongue on the motor
housing of the Minuteman vacuum cleaner. See Def. 12(M) at para.para. 17, 22-26.

The label on Minuteman's filter states: "A potential health hazard exists without exact original equipment
replacement." Minuteman's Motion for Summary Judgment ("Minuteman's Motion"), Ex. D; Appendix I.
The label also sets forth certain performance and specification standards allegedly met by the Minuteman
filter. Id. Minuteman has used an identical or substantially identical label on its filters since 1986. Plaintiff's
12(M) Statement of Undisputed Material Facts ("Pl.12(M)") at para. 5; Defendants' Response to Plaintiff's
12(M) Statement of Undisputed Material Facts ("Def.12(N)") at para. 5. C-Vac asserts the statements on the
label are "false and misleading and misrepresent the nature, characteristics and quality of [Minuteman's
filter] and other's goods." Defendants' Answer to Plaintiff's Amended Complaint ("Answer") at para. 31, 35.

DISCUSSION

I. CLAIM CONSTRUCTION

The parties dispute the meaning of the circular sealing means language in claim 2. Previously, each filed a
motion for a pretrial ruling on claim construction. The court granted the parties' motions and decided three
issues. First, the court found "claim 2 includes the use of a groove as a limitation, despite the broader
circular sealing means language." Minuteman International, Inc. v. Critical-Vac Filtration Corporation, No.
95 C 7255, 1997 WL 187326, at (N.D.Ill. April 11, 1997). Second, the court found "the circular sealing
means must be in the flange, rather than on the flange" because "[a] groove, by definition, is located in a
surface, rather than on a surface." Id. Third, the court found "the phrases 'actuating member' and 'plurality of
projections' need not refer to two separate elements ... but are properly interpreted to allude to the two
functions of the projections." Id.

In its response to C-Vac's motion for summary judgment, Minuteman asks the court to reconsider its
interpretation of the circular sealing means language in claim 2. C-Vac addresses Minuteman's arguments in
its reply. Based on this further briefing by the parties, the court reexamines its ruling.
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Previously, the court found Minuteman acquired, through the reissue of claim 2, subject matter it
surrendered to obtain its original patent. Accordingly, the court concluded claim 2 was invalid under the
doctrine of recapture as applied in Mentor Corp. v. Coloplast, Inc., 998 F.2d 992 (Fed.Cir.1993). Although
the court recognized the recapture doctrine concerns claim validity, not claim construction, it found the two
concepts were related because a claim should be construed, if possible, to sustain its validity. See ACS
Hospital Systems, Inc. v. Montefiore Hospital, 732 F.2d 1572, 1577 (Fed.Cir.1984). Relying on ACS
Hospital Systems, the court limited the broad circular sealing means language in claim 2 to the use of a
groove, rather than find claim 2 invalid under the recapture doctrine.

Minuteman asserts the court's interpretation violates two rules of claim construction. The first rule states an
extraneous limitation from the patent specification cannot be read into the broad language of a claim. See
Intervet America, Inc. v. Kee-Vet Laboratories, Inc., 887 F.2d 1050, 1053 (Fed.Cir.1989); E.I. du Pont de
Nemours & Co. v. Phillips Petroleum Co., 849 F.2d 1430, 1433-43 (Fed.Cir.1988). Thus, Minuteman argues
the court should not have found the circular sealing means language of claim 2 covered only the groove
shown in the specification. The second rule, the doctrine of claim differentiation, states a limitation in a
narrower dependant claim cannot be read into a broader independent claim. See D.M.I., Inc. v. Deere & Co.,
755 F.2d 1570, 1574 (Fed.Cir.1985). If the only sealing means covered by claim 2 is a groove, Minuteman
explains, claim 3 is rendered superfluous.

The court finds the two rules of claim construction presented by Minuteman take precedence over the rule
advanced by C-Vac. Accordingly, the court vacates its finding that the circular sealing means language
refers only to a groove. The language of claim 2 should be read literally. Although it encompasses a groove
as shown in the specification, its coverage is not limited to a groove. FN1

FN1. Because the circular sealing means disclosed in claim 2 is not limited to a groove, the court is no
longer compelled to find the circular sealing means must be in the flange, rather than on the flange.
Accordingly, the finding to that effect is also vacated. The finding that "the phrases 'actuating member' and
'plurality of projections' need not refer to two separate elements ... but are properly interpreted to allude to
the two functions of the projections" remains sound. See Minuteman International, Inc. v. Critical-Vac
Filtration Corporation, No. 95 C 7255, 1997 WL 187326, at (N.D.Ill. April 11, 1997).

II. SUMMARY JUDGMENT STANDARDS

A movant is entitled to summary judgment under Rule 56 when the moving papers and affidavits show there
is no genuine issue of material fact and the movant is entitled to judgment as a matter of law. Fed.R.Civ.P.
56(c); Celotex Corp. v. Catrett, 477 U.S. 317, 322, 106 S.Ct. 2548, 91 L.Ed.2d 265 (1986); Unterreiner v.
Volkswagen of America, Inc., 8 F.3d 1206, 1209 (7th Cir.1993). Once a moving party has met its burden,
the non-moving party must go beyond the pleadings and set forth specific facts showing there is a genuine
issue for trial. Fed.R.Civ.P. 56(e); Becker v. Tenenbaum-Hill Assoc., Inc., 914 F.2d 107, 110 (7th Cir.1990).
The court considers the record as a whole and draws all reasonable inferences in the light most favorable to
the party opposing the motion. Fisher v. Transco Services-Milwaukee, Inc., 979 F.2d 1239, 1242 (7th
Cir.1992). " 'Summary judgment is as appropriate in a patent case as in any other' where no genuine issue of
material fact is present and the movant is entitled to judgment as a matter of law." Brenner v. United States,
773 F.2d 306, 307 (Fed.Cir.1985) (citing Barmag Barmer Maschinenfabrik AG v. Murata Machinery, Ltd.,
731 F.2d 831, 835 (Fed.Cir.1984).
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A genuine issue of material fact exists when "the evidence is such that a reasonable jury could return a
verdict for the nonmoving party." Anderson v. Liberty Lobby, Inc., 477 U.S. 242, 248, 106 S.Ct. 2505, 91
L.Ed.2d 202 (1986); Stewart v. McGinnis, 5 F.3d 1031, 1033 (7th Cir.1993), cert. denied, 510 U.S. 1121,
114 S.Ct. 1075, 127 L.Ed.2d 393 (1994). However, the nonmoving party "must do more than simply show
that there is some metaphysical doubt as to the material facts." Matsushita Elec. Indus. Co., Ltd. v. Zenith
Radio Corp., 475 U.S. 574, 586, 106 S.Ct. 1348, 89 L.Ed.2d 538 (1986). "The mere existence of a scintilla
of evidence in support of the [nonmoving party's] position will be insufficient; there must be evidence on
which the jury could reasonably find for the [nonmoving party]." Anderson, 477 U.S. at 252.

III. C-VAC'S MOTION FOR SUMMARY JUDGMENT

Determining whether C-Vac's replacement filter infringes claim 2 is a two step process: first, the language
of claim 2 must be interpreted to determine its scope; and second, C-Vac's replacement filter must be
compared to claim 2 as interpreted to determine whether C-Vac has made, used or sold the claimed
invention without authority. Markman v. Westview Instruments, Inc., 52 F.3d 967, 976 (Fed.Cir.1995), aff'd,
517 U.S. 370, 116 S.Ct. 1384, 134 L.Ed.2d 577 (1996). The first step-claim construction-is a question of
law exclusively for the court. Id. at 970-71. The second step-whether the accused device infringes the
plaintiff's patent-is a question of fact. Baxter Healthcare Corporation v. Spectramed, Inc., 49 F.3d 1575,
1582 (Fed.Cir.1995).

The court has already completed the first step: claim construction. Claim 2 employs "means plus function"
language as permitted by paragraph 6 of 35 U.S.C. s. 112. Section 112, para. 6 provides, in relevant part,
"[a]n element in a claim for a combination may be expressed as a means or step for performing a specified
function without the recital of structure ... in support thereof, and such claim shall be construed to cover the
corresponding structure ... described in the specification and equivalents thereof." The second clause of s.
112, para. 6 limits the interpretation of means plus function claims. Valmont Industries, Inc. v. Reinke
Manufacturing Co., 983 F.2d 1039, 1041-42 (Fed.Cir.1993). Thus, the circular sealing means language in
claim 2 includes not only the groove described in the specification, but any equivalents of a groove as well.

Although the phrase "shall be construed" suggests s. 112, para. 6 affects only the interpretation of means
plus function claims, s. 112, para. 6 affects infringement analysis as well. Unfortunately, courts and litigants
often mistake the phrase "and equivalents thereof" in s. 112, para. 6 for a reference to the doctrine of
equivalents. The Federal Circuit Court of Appeals has repeatedly held the two concepts are distinct and
warned against confusion. See Valmont, 983 F.2d at 1042-43; Intel Corporation v. U.S. International Trade
Commission, 946 F.2d 821, 842 (Fed.Cir.1991); D.M.I. Inc. v. Deere & Co., 755 F.2d 1570, 1575
(Fed.Cir.1985).

In determining whether a means plus function claim has been infringed, "the sole question is whether the ...
means in the accused device which performs the function stated in the claim is the same as or an equivalent
of the corresponding structure described in the patentee's specification as performing that function."
Valmont, 983 F.2d at 1042 (quoting D.M.I., 755 F.2d at 1575)). If the means in the accused device is found
to be an equivalent of the structure described in the patent specification, the claim is literally infringed.
Valmont, 983 F.2d at 1042; Intel, 946 F.2d at 841; D.M.I., 755 F.2d at 1575. In contrast, infringement under
the doctrine of equivalents is not literal and is found when an accused device performs substantially the
same function, in substantially the same way, to achieve substantially the same result as the claimed
invention. Valmont, 983 F.2d at 1043.
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Another distinction is the relationship of each concept to the doctrine of prosecution history estoppel.
Prosecution history estoppel is irrelevant to an equivalency analysis under s. 112, para. 6 because
infringement under such an analysis is literal.FN2 See, e.g., Black & Decker, Inc. v. Hoover Service Center,
886 F.2d 1285, 1295 (Fed.Cir.1989) (the "doctrine [of prosecution history estoppel] comes into play only
after literal infringement is found lacking"); Fromson v. Advance Offset Plate, Inc., 720 F.2d 1565, 1571
(Fed.Cir.1983) ("If there be literal infringement ... the doctrine [of prosecution history estoppel] is
irrelevant"). The doctrine of equivalents, on the other hand, is limited by the doctrine of prosecution history
estoppel. FN3 See, e.g., American Permahedge, Inc. v. Barcana, Inc., 105 F.3d 1441, 1445-46
(Fed.Cir.1997).

FN2. The Federal Circuit recently found: "Just as prosecution history estoppel may act to estop an
equivalence argument under the doctrine of equivalence, positions taken before the PTO may bar an
inconsistent position on claim construction under s. 112, para. 6." Alpex Computer Corporation v. Nintendo
Company Ltd., 102 F.3d 1214, 1221-22 (Fed.Cir.1996). In making this statement, however, the court relies
on a case that did not involve a means plus function claim. Thus, the difference between literal and non-
literal infringement is ignored and the distinction between claim interpretation and claim infringement is
blurred. Moreover, the statement conflicts with a magnitude of Federal Circuit cases, but the court fails to
distinguish or overrule them. Accordingly, reliance on the statement is dubious.

FN3. The Supreme Court recently held "the doctrine of equivalents must be applied to individual elements
of a claim, not to the invention as a whole." Warner-Jenkinson Company, Inc. v. Hilton Davis Chemical
Co., 520 U.S. 17, 117 S.Ct. 1040, 1049, 137 L.Ed.2d 146 (1997). Although the Court narrowed the doctrine
of equivalents in this way, it did not otherwise disturb the relationship between equivalency under s. 112,
para. 6 and the doctrine of equivalents. The Court describes the second clause of s. 112, para. 6 as "an
application of the doctrine of equivalents in a restrictive role, narrowing the application of broad literal
claim elements." Id. at 1048. Based on this language, a reader unfamiliar with patent law might mistakenly
conclude the Court equated equivalency under s. 112, para. 6 with the doctrine of equivalents. The Court,
however, simply restated what the Federal Circuit already acknowledged: that s. 112, para. 6 "operates more
like the reverse doctrine of equivalents than the doctrine of equivalents because it restricts the coverage of
literal claim language." Valmont Industries, Inc. v. Reinke Manufacturing Co., 983 F.2d 1039, 1042
(Fed.Cir.1993). The Court also states the second clause of s. 112, para. 6 "is silent on the doctrine of
equivalents as applied where there is no literal infringement." Warner-Jenkinson, ---U.S. at ----, 117 S.Ct. at
1048. Here the Court merely reiterates that equivalency under s. 112, para. 6 results in literal infringement
and does not concern the doctrine of equivalents which only applies when there is no literal infringement.
The Court does not suggest the doctrine of equivalents may apply to a means plus function claim; the Court
merely concludes that, contrary to petitioner's argument, the concept of equivalency under s. 112, para. 6
does not negate nor conflict with the doctrine of equivalents.

Because claim 2 is a s. 112, para. 6 means plus function claim, the relevant inquiry is whether the sealing
means in the accused device-the gasket in C-Vac's filter-is an equivalent of the corresponding structure
described in the patentee's specification-the groove in Minuteman's filter. If the gasket is the groove's
equivalent, claim 2 is literally infringed. Because infringement is a question of fact, Minuteman asserts it is
entitled to have a jury determine whether C-Vac's gasket is an equivalent of its groove.
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Although the issue of equivalency under s. 112, para. 6 is a disputed issue of fact, it is also, under the unique
circumstances of this case, immaterial. A jury can only decide the issue one way or the other. If a jury finds
C-Vac's gasket is not an equivalent of Minuteman's groove, then claim 2 is not infringed. If a jury finds C-
Vac's gasket is an equivalent of Minuteman's groove, then under the undisputed facts presented, the doctrine
of recapture will apply as a matter of law and render claim 2 invalid. An invalid claim cannot be infringed.
Thus, regardless of the jury's decision, there is no infringement. A trial under these circumstances would be
meaningless.

The posture of this case is unusual. C-Vac argues claim 2 is invalid under the doctrine of recapture because
it is not based on "error" within the meaning of 35 U.S.C. s. 251. Whether an alleged error is insufficient
under s. 251 such that the reissue claim is invalid under the doctrine of recapture is a question of law, but
the legal conclusion turns on underlying facts regarding the scope of the reissue claims, the subject matter
surrendered and the reasons for its surrender. Mentor Corporation v. Coloplast, Inc., 998 F.2d 992, 994
(Fed.Cir.1993); Tee-Pak, Inc. v. St. Regis Paper Company, 491 F.2d 1193, 1199 (6th Cir.1974). Normally,
these underlying facts will be disputed and a trial will be required to determine whether the recapture
doctrine applies. In this case, however, the undisputed facts demonstrate by clear and convincing evidence
that claim 2 will be invalid under the doctrine of recapture if the jury finds C-Vac's gasket is an equivalent
of Minuteman's groove.

35 U.S.C. s. 251 sets out the standard for reissue; it provides in relevant part:

Whenever any patent is, through error without any deceptive intention, deemed wholly or partly inoperative
or invalid ... by reason of the patentee claiming more or less than he had a right to claim in the patent, the
Commissioner shall ... reissue the patent for the invention disclosed in the original patent, and in accordance
with a new and amended application, for the unexpired part of the term of the original patent.

Reissue error is generally liberally construed, but the reissue procedure does not give the patentee "a second
opportunity to prosecute de novo his original application." Mentor, 998 F.2d at 995 (quoting In re Weiler,
790 F.2d 1576, 1582 (Fed.Cir.1986)). Reissue is "an extraordinary procedure" that "is not a substitute for
Patent Office appeal procedures." Ball Corp. v. United States, 729 F.2d 1429, 1435 (Fed.Cir.1984). Thus, the
recapture rule "bars the patentee from acquiring, through reissue, claims that are of the same or of broader
scope than those claims that were cancelled" or otherwise surrendered. Id. at 1439. In other words, "[i]f a
patentee tries to recapture what it previously surrendered in order to obtain allowance of original patent
claims, that 'deliberate withdrawal or amendment ... cannot be said to involve the inadvertence or mistake
contemplated by 35 U.S.C. s. 251, and is not an error of the kind which will justify the granting of a reissue
patent which includes the matter withdrawn." ' Mentor, 998 F.2d at 995 (quoting Haliczer v. United States,
174 Ct.Cl. 507, 356 F.2d 541 (Ct.Cl.1966). Although the prosecution history of the original patent is
relevant to determining what subject matter was surrendered, the recapture doctrine is not, as C-Vac has
argued, the same as the doctrine of prosecution history estoppel.FN4 Prosecution history estoppel limits the
application of the doctrine of equivalents, a tool in the analysis of infringement, whereas the doctrine of
recapture concerns claim validity. Ball Corp, 729 F.2d at 1439.

FN4. The court's finding that "the recapture doctrine is a form of prosecution history estoppel" is vacated.
The court's resolution of Minuteman's second motion in limine, however, is not affected. In that motion,
Minuteman argued C-Vac did not plead recapture as an affirmative defense as required under Fed.R.Civ.P.
8(c) and thus was barred from raising it. The motion was denied because the court erroneously considered
the recapture doctrine a form of prosecution history estoppel, which was pled as an affirmative defense. The
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court's error was harmless because the recapture doctrine governs the validity of reissue patents and C-Vac
pled invalidity for failure to comply with the reissue statute in its first affirmative defense.

Minuteman's original patent application contained five claims; each described a vacuum for collecting
hazardous materials. See original Application at 10-11. All five claims were rejected as obvious in view of
two prior art references, one of which was U.S. Patent No. 4,786,295 issued to Newman, et al. ("the
Newman patent"). See Examiner's Action dated May 10, 1991 at 2. The Newman patent disclosed, among
other features, a flat gasket seal. The claims were also rejected "as being indefinite for failing to particularly
point out and distinctly claim the subject matter which the applicant regards as the invention." Id. The
examiner found the filter structure was unclear and the phrase "adapted to receive [the filter's mounting
flange]" as a description of the bottom wall of the motor housing was "indefinite." Id.

In response to the examiner's rejection, Minuteman cancelled original claims 2-5 and amended claim 1.
Claim 1 originally described the filter as simply "mounted to the bottom of the said motor housing."
Amended claim 1 added language describing a tongue-in-groove seal between the filter and the motor
housing. Minuteman also added language from canceled claim 4 describing a plurality of projections.
Amended claim 1 also described the filter as cylindrical and the mounting flange and bottom wall of the
motor housing as circular. Thus, the more generic vacuum disclosed in claim 1 was abandoned in favor of a
vacuum with the more specific features in amended claim 1.

Minuteman discussed these changes in the remarks section of the amendment and distinguished the vacuum
disclosed in amended claim 1 from the prior art cited by the examiner. "[T]he nature of the seal between the
filter and the motor housing and the means for assuring that seal," Minuteman explained, "are much more
significant in a vacuum cleaner designed to handle hazardous waste than in a normal household vacuum
cleaner...." Remarks at 3. Minuteman emphasized "[t]he use of a tongue-in-groove seal in this environment
is highly advantageous." Id. at 4. Minuteman asserted the features described in amended claim 1 allow "[
]the claimed invention [to] achieve[ ] a highly effective and desirable seal ... and at the same time ...
provide[ ] the safety of a lock-out...." Id. at 5. After stating the sealing means disclosed in the Newman
patent was "simply a flat gasket," Minuteman stated, "none of the prior art references are directed to
achieving a tongue-in-groove seal for a vacuum cleaner having a removable filter in the form of a
cylinder." Id. 4-5. Due to Minuteman's amendments and argument, amended claim 1 issued as claim 1 on
April 7, 1992.

In 1993, Minuteman filed a reissue application for claims 2 and 3. As previously stated, claim 2 is
independent, directed to the filter per se and describes a mounting flange with circular sealing means.
Dependant claim 3 discloses "the apparatus of claim 2 wherein (the) sealing means ... [is] a peripheral
groove...." In the reissue declaration, James J. Hill ("Hill"), the attorney who prepared and prosecuted the
original patent application, alleged two errors to justify the reissue. First, Hill asserted he mistakenly
thought claim 1 was broad enough to cover the unauthorized making and selling of the filter per se as a
replacement filter. Hill claimed he later realized claim 1 did not cover the vacuum's individual elements in
addition to the combination of the vacuum itself. Thus, Hill explained the need to obtain, through reissue, a
claim directed to the filter per se. Second, Hill asserted he "was unaware at the time of preparing and filing
the application that the groove on the filter could be eliminated and an equivalent structure such as a gasket
... be provided for sealing with the tongue on the motor housing ..." Declaration at 3. Hill claimed he did not
anticipate the substitution of a gasket for the patented groove until he examined a third party's replacement
filter in the spring of 1993. Id. The first alleged error justifies the reissue of claim 3. The second alleged
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error, however, does not justify the reissue of claim 2. Hill's assertion that he did not realize a gasket could
be substituted for a groove until 1993 is not credible: In 1991, Hill himself distinguished the claimed
vacuum from prior art by stating the Minuteman filter had a groove, while the Newman patent had "simply
a gasket." Remarks at 4-5.

Minuteman did not adopt the narrower tongue-in-groove language in claim 1 inadvertently. On the contrary,
Minuteman adopted the tongue-in-groove language to distinguish its invention from the prior art and to
obtain its patent.FN5 In fact, when asked "whether [the] language referencing the tongue-in-groove seal was
added [to claim 1] to overcome the rejection that was based on the prior art" a Minuteman representative
answered, "That's part of the answer, yes, it was probably added; but there [were] other things added to the
claim, too, other than that." See Zickert Dep. at 69. This partial admission lends further support to the
conclusion already required by the undisputed facts: by deleting the tongue-in-groove language in claim 2,
Minuteman improperly acquired a broader claim through reissue. As the Federal Circuit held in Mentor:

FN5. C-Vac asserts it is undisputed that Minuteman amended claim 1 to overcome prior art. Def. 12(M) at
para. 15. Minuteman failed to respond. Although, the court bases its decision on the evidence presented
rather than Minuteman's failure to respond, the court notes C-Vac's assertion may be deemed admitted under
Local Rule 12.

Error under the reissue statute does not include a deliberate decision to surrender specific subject matter in
order to overcome prior art, a decision which in light of subsequent developments in the marketplace might
be regretted. It is precisely because the patentee amended his claims to overcome prior art that a member of
the public is entitled to occupy the space abandoned by the patent applicant.
Mentor Corporation v. Coloplast, Inc., 998 F.2d 992, 996 (Fed.Cir.1993).
Minuteman argues it avoids the doctrine of recapture because claim 2 is significantly narrower than claim 1
in some respects. Claim 2 is narrower than claim 1. For example, in claim 2, the projection for the lock-out
switch must be on the filter, where in claim 1 it could be on the filter or the motor housing. "Reissue claims
that are broader in certain respects and narrower in others may avoid the effect of the recapture rule."
Mentor, 998 F.2d at 996. But when a reissue claim is broader, it must be "broader in a way that does not
attempt to reclaim what was surrendered earlier...." Id. Like the reissue claims in Mentor, reissue claim 2 is
broader than the claim 1 "in a manner directly pertinent to the subject matter surrendered during
prosecution." Id. Accordingly, claim 2 does not avoid the doctrine. Id.

Ultimately, "the focus is not ... on the specific limitations or on the elements of the claims but, rather, on the
scope of the claims." Ball Corp. v. United States, 729 F.2d 1429, 1436 (Fed.Cir.1984). A jury finding that
C-Vac's gasket is an equivalent of Minuteman's groove would conclusively establish that the scope of
reissue claim 2 encompasses subject matter deliberately surrendered during prosecution and that the doctrine
of recapture therefore applies. Because no resolution of the issue of equivalency can lead to a finding of
non-infringement, the issue is immaterial and summary judgment is appropriate. See Lemelson v.
Synergistics Research Corp., 669 F.Supp. 642, 648 (S.D.N.Y.1987) ("A court can declare a patent invalid on
a summary judgment motion where no material issue of fact is presented and the [undisputed] facts require
a holding of invalidity") (citations omitted). Accordingly, C-Vac's motion for summary judgment is granted.

IV. MINUTEMAN'S MOTION FOR SUMMARY JUDGMENT

Minuteman moves for summary judgment on C-Vac's second and third counterclaims for false advertising.
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A. C-Vac's Lanham Act Counterclaim

Section 43(a) of the Lanham Act, 15 U.S.C. s. 1125(a), provides in relevant part:

Any person who, on or in connection with any goods or services, or any container for goods, uses in
commerce any word, term, name, symbol, or device, or any combination thereof, or any false designation of
origin, false or misleading description of fact, or false or misleading representation of fact, which (A) is
likely to cause confusion, or to cause mistake, or to deceive as to the affiliation, connection, or association
of such person with another person, or as to the origin, sponsorship, or approval of his or her goods,
services, or commercial activities by another person, or (B) in commercial advertising or promotion,
misrepresents the nature, characteristics, qualities, or geographic origin of his or her or another person's
goods, services, or commercial activities, shall be liable in a civil action by any person who believes that he
or she is or is likely to be damaged by such act.

(emphasis added). In its second and third counterclaims, C-Vac asserts four statements on Minuteman's
filter label are false and misleading: (1) that "[a] potential health hazard exists without exact original
equipment replacement" ("the warning statement"); (2) that the filter meets or exceeds military standard F-
51068 ("the military specification statement"); (3) that the filter's efficiency is 99.99% at .12 micron ("the
efficiency statement"); and that the filter model was classified by Underwriters Laboratories ("the UL
statement"). See November Hunter Dep. at 5. Essentially, C-Vac asserts Minuteman has misled customers
about the quality of its own filters and the compatibility of competitors' replacement filters in order to keep
customers from buying replacement filters from other companies. C-Vac asserts it has lost sales as a result.
Minuteman presents several arguments in favor of its motion for summary judgment.

1. The Statute of Limitations and Laches Doctrine

Minuteman argues C-Vac's false advertising claim under section 43(a) of the Lanham Act is barred by the
applicable statute of limitations. "Because the Lanham Act establishes no limitations period for claims
alleging unfair competition or false advertising, and because there is no corresponding federal statute of
limitations, [courts must] look to [and apply] 'the most appropriate' or 'the most analogous' state statute of
limitations...." Conopco, Inc. v. Campbell Soup Company, 95 F.3d 187, 191 (2d Cir.1996) (citing Wilson v.
Garcia, 471 U.S. 261, 266-268, 105 S.Ct. 1938, 85 L.Ed.2d 254 (1985)). See also Pepsico, Inc. v. Dunlop
Tire & Rubber Corporation, 578 F.Supp. 196, 198 (S.D.N.Y.1984). Many courts have found the statute of
limitations applicable to fraud claims is the most appropriate for unfair competition or false advertising
claims under the Lanham Act. See, e.g., Monkelis v. Scientific Systems Services, 653 F.Supp. 680, 684
(W.D.Pa.1987); Pepsico, Inc. v. Dunlop Tire & Rubber Corporation, 578 F.Supp. 196, 198-99
(S.D.N.Y.1984); Fox Chemical Co. v. Amsoil Inc., 445 F.Supp. 1355, 1359 (D.Minn.1978); Amana
Refrigeration, Inc. v. Consumers Union of United States, Inc., 431 F.Supp. 324, 325 (N.D.Iowa 1977). The
court finds the reasoning of these cases persuasive. Accordingly, the limitations period applicable to C-Vac's
second counterclaim is five years. See 735 ILCS 5/13-205; Kolson v. Vembu, 869 F.Supp. 1315, 1329
(N.D.Ill.1994) ( "Under Illinois law the 735 ILCS 5/13-205 five-year statute of limitations applies to
common law fraud claims").

C-Vac asserts Minuteman's filter label has contained false and misleading statements since approximately
1986. Answer at 30. Three of the four allegedly false and misleading statements still appear on Minuteman's
label. Minuteman's Motion, Ex D; Appendix I. If actionable, their presence constitutes an ongoing violation.
The statute of limitations, therefore, has not run as to these statements. See Taylor v. Meirick, 712 F.2d
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1112, 1118 (7th Cir.1983) (statute of limitations does not begin to run on continuing wrong until wrong is
over and done with). The military specification statement was only removed in June 1996. Pl. 12(M) at para.
11; Def. 12(N) at para. 11. Accordingly, the statute of limitations has not run as to that statement either.

Minuteman also argues C-Vac's false advertising claim should be barred under the equitable doctrine of
laches. Because C-Vac brought suit within the limitations period, the burden is on Minuteman to
demonstrate laches should apply. Conopco, Inc. v. Campbell Soup Company, 95 F.3d 187, 191 (2d
Cir.1996). Minuteman must therefore show it has been prejudiced by C-Vac's unreasonable delay in
bringing suit. Id.; A.C. Aukerman Co. v. R.L. Chaides Construction Co., 960 F.2d 1020, 1032
(Fed.Cir.1992). Although Minuteman argues C-Vac's delay was unreasonable because C-Vac was aware of
the representations on its label for approximately ten years, Minuteman fails to identify any prejudice it may
have suffered as a result. Although the court could assume the number of sales allegedly lost by C-Vac has
increased over time, the mere potential for an increased damages award does not constitute economic
prejudice. Id. at 1033. "Material prejudice ... resulting from the plaintiff's delay is essential to the laches
defense." Id. Because Minuteman fails to establish prejudice, laches does not apply and C-Vac's claims are
not barred.

2. Rule 13(a) Compulsory Counterclaim

In April 1989, Minuteman sued C-Vac for false advertising because C-Vac advertised its replacement filters
were "manufactured to original [Minuteman] specifications." Minuteman's Motion, Ex. E at para. 12.
Minuteman claimed C-Vac's advertising erroneously stated or implied that C-Vac's filters complied with its
specifications. Id. at para. 14. The suit settled in December 1989 with a consent judgment that included
injunctive provisions. Id. at Ex. F. Minuteman argues C-Vac should be estopped from asserting its false
advertising claim because it was a compulsory counterclaim under Fed.R.Civ.P. 13(a) in the 1989 litigation.

Rule 13(a) provides in relevant part:

A pleading shall state as a counterclaim any claim which at the time of serving the pleading the pleader has
against any opposing party, if it arises out of the transaction or occurrence that is the subject matter of the
opposing party's claim and does not require for its adjudication the presence of third parties of whom the
court cannot acquire jurisdiction.

A compulsory counterclaim is waived unless it is set forth in the answer to the complaint. Harbor Insurance
Co. v. Continental Bank Corporation, 922 F.2d 357, 360 (7th Cir.1990). Whether two claims arose from the
same transaction or occurrence under Rule 13(a) is determined by examining whether there is a "logical
relationship" between the two claims. Burlington Northern R.R. Co. v. Strong, 907 F.2d 707, 711 (7th
Cir.1990). "[T]here is no formalistic test to determine whether suits are logically related." Id. Instead, the
court must consider "the totality of the claims, including the nature of the claims, the legal basis for
recovery, the law involved, and the respective factual backgrounds." Id.

Although Minuteman's 1989 claim and C-Vac's present counterclaim both allege false advertising, the
claims do not arise out of the same transaction or occurrence. Minuteman's 1989 claim involved the
performance of C-Vac filters, while C-Vac's present claim involves the performance of Minuteman filters.
Moreover, Minuteman has not shown that the specifications or qualities at issue in the 1989 claim are the
same as those presently at issue. Accordingly, C-Vac's claims are not barred under Rule 13(a).
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3. Prima Facie Case of False Advertising

Finally, Minuteman argues C-Vac has failed to establish a prima facie case of false advertising. In order to
recover for false advertising under section 43(a) of the Lanham Act, a plaintiff must show: (1) the defendant
made false or misleading statements of fact which misrepresented the nature, characteristics or qualities of
its product or another's product; (2) the statements actually deceived or had the tendency to deceive a
substantial segment of their audience; (3) the statements were material because they were likely to influence
buying decisions; (4) the defendant's advertised products entered interstate commerce; and (5) injury as a
result of the defendant's activities either by a direct diversion of sales from the plaintiff to the defendant or
by a lessening of the plaintiff's goodwill. See Porous Media Corporation v. Pall Corporation, 110 F.3d 1329,
1332 (8th Cir.1996); ALPO Petfoods, Inc. v. Ralston Purina Co., 913 F.2d 958, 963 n. 6 (D.C.Cir.1990). A
plaintiff suing to enjoin conduct that violates the Lanham Act must demonstrate a likelihood of deception or
confusion, but a defendant seeking money damages must establish actual consumer confusion or deception
resulting from the violation of the Act. PPX Enterprises, Inc. v. Audiofidelity Enterprises, Inc., 818 F.2d
266, 271 (2d Cir.1987). If, however, a defendant engages in deliberate deception as a major part of its
marketing effort, the plaintiff is entitled to a presumption that the defendant's statements actually deceived
customers and prospective customers. Porous Media, 110 F.3d at 1332-33. A plaintiff seeking an injunction
need not prove specific damage, but a plaintiff seeking money damages where a defendant misrepresented
its own product and did not specifically target a competing product must prove causation and specific
injury. Id. at 1334-35. "When assessing ... actual damages, the district court may take into account the
difficulty of proving an exact amount of damages from false advertising, as well as the maxim that the
wrongdoer shall bear the risk of the uncertainty which his own wrong has created." ALPO Petfoods, 913
F.2d at 969 (citations and internal quotation marks omitted). Nevertheless, "the court must ensure that the
record adequately supports all items of damages claimed and establishes a causal link between the damages
and the defendant's conduct, lest the award become speculative or violate section 35(a)'s prohibition against
punishment." Id.

a. The Warning Statement

Minuteman argues the warning statement is a not statement of fact, but a mere hypothetical. Minuteman also
claims the warning statement is true because a health hazard will exist if a faulty, defective or improperly
sized filter is used in its vacuum cleaner. Both of Minuteman's arguments would be persuasive if the
warning statement was that "a potential health hazard may exist without exact original equipment
replacement." The actual warning statement, however, is that "[a] potential health hazard exists without
exact original equipment replacement." The statement is an affirmative assertion of fact that implies, not that
appropriate replacement equipment must be used to avoid a health hazard, but that its replacement
equipment must be used to avoid a health hazard. If C-Vac proves that its filters may be safely used in
Minuteman vacuum cleaners, the warning statement is misleading. The truth of the statement, therefore,
remains a disputed issue of fact.

However, C-Vac fails to offer sufficient evidence that the warning statement has actually deceived or
confused a substantial segment of customers or potential customers. Hunter testified C-Vac lost business to
two customers who would only purchase original equipment filter replacements, but there is no evidence that
the warning statement was the reason behind their decision or that it led them to believe C-Vac's filters were
unsafe. See September Hunter Dep. at 60-61. When asked specifically, Hunter could not name one person
whose business he lost because of the warning statement. Id. at 63. In fact, Hunter admitted he does not
know whether the two refusals he mentioned were based on satisfaction with the Minuteman filter or were
attributable to the warning statement. Id. at 72. Even if the warning statement was the reason the two named
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customers refused to purchase C-Vac's filters, an anecdotal reference to two customers is not evidence that a
substantial portion of potential purchasers were confused or deceived. Hunter has admitted he has no
evidence of general customer perception based on surveys, poles or questionnaires. Id. at 65; November
Hunter Dep. at 9-10. Accordingly, C-Vac cannot base its false advertising claim on the warning statement.

b. The Military Specification Statement

Minuteman has admitted that the military specification statement is false. Pl. 12(N) at para. 11. The fact that
Minuteman recently removed the statement from its filters does not absolve it from liability for past
damages. However, C-Vac cannot claim it suffered any damages because of this statement. Hunter admitted
the C-Vac filter does not meet the military specification. November Hunter Dep. at 6-7. Thus, any
Minuteman sales made because of the military specification statement cannot be considered sales lost by C-
Vac. Accordingly, C-Vac cannot base its false advertising claim on the military specification statement.

c. The Efficiency Statement

Whether the efficiency statement is false is a disputed issue of fact. Minuteman's Vice President, Gary
Palmer ("Palmer") admitted test results were "at odds with" the efficiency statement. Palmer Dep. at 185.
Palmer also admitted "the one time [Minuteman] asked them to test [the Minuteman filter], it didn't meet the
requirements [Minuteman] represent[s]." Id. at 190. In spite of the test results, Minuteman used the
efficiency statement extensively in its advertising as well as on the filter label. See C-Vac's Response, Ex.
F. This evidence could support a finding that Minuteman engaged in deliberate deception as a major part of
its marketing effort. In that case, C-Vac would be entitled to a presumption that the Minuteman's efficiency
statement actually deceived customers and prospective customers. See Porous Media Corporation v. Pall
Corporation, 110 F.3d 1329, 1332-33 (8th Cir.1996).

Nevertheless, C-Vac has failed to produce sufficient evidence of causation and specific damages. Hunter
admitted he has "no direct testimony from consumers or survey experts or anything like that which would
tend to establish causality between the lost sales and the statements on the Minuteman label." November
Hunter Dep. at 14-15. Instead, Hunter makes two major assumptions: first, that C-Vac's reduced profits are
attributable to sales lost to Minuteman and second, that the reason for all lost sales are the statements on
Minuteman's filter label. Id.; Def. 12(N), Ex. C. Due to C-Vac's failure to present any evidence of causation
and the highly speculative nature of C-Vac's "evidence" of damages, C-Vac cannot base its false advertising
claim on the efficiency statement.

d. The UL Statement

C-Vac has produced no evidence that the UL statement is false or misleading. On the contrary, C-Vac
asserts only that it "never received any documentation ... that ... [the Minuteman filter] had been submitted
for appropriate classification listing." November Hunter Dep. at 12-13. Minuteman, on the other hand, has
presented evidence of the accuracy of the UL classification information on its label. Minuteman's Motion,
Ex. K. In any event, C-Vac has produced no evidence this statement actually deceived or confused any
potential purchasers or that this type of information is material because it is likely to influence buying
decisions. Finally, C-Vac fails to present any evidence of causation and its "evidence" of damages remains
highly speculative. Accordingly, C-Vac cannot base its false advertising claim on the UL statement.

Because C-Vac fails to produce evidence sufficient to raise a question of fact on one or more of the
elements of false advertising as to each of the allegedly false or misleading statements, summary judgment
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is granted on C-Vac's second counterclaim.

B. C-Vac's State Law Counterclaim

C-Vac states its third counterclaim "arises out of the same controversy as C-VAC's second counterclaim and
constitutes a substantial and related claim of unfair competition.... Plaintiff's statements violate the common
laws and statutes of the states of Illinois and/or New York." Answer at para.para. 34-35. When Minuteman
filed its summary judgment motion, C-Vac had yet to specify any Illinois or New York statute or common
law action in connection with its third counterclaim. Minuteman therefore equated the second and third
counterclaims and only presented arguments based on the Lanham Act.

The overwhelming majority of C-Vac's response consists of arguments based on the Lanham Act. The
following passage is the only reference to any Illinois or New York statute or common law action in C-
Vac's response:

The common law tort of unfair competition, under New York law is similar to an unfair competition claim
under the Lanham Act. The Second Circuit has observed ... unfair competition is "a 'broad and flexible
doctrine'.... It has broadly described as encompassing 'any form of commercial immorality'...." Based on the
evidence discussed above, a jury could conclude that Minuteman's deceptive labeling violates New York's
Unfair Competition laws as well.

C-Vac's Response at 9-10 (citations omitted). The court is not required to examine the law of Illinois and
New York on C-Vac's behalf in search of statutes and common law relevant to its allegations and the
evidence presented. Accordingly, the court will treat C-Vac's third counterclaim as only presenting a claim
for unfair competition in violation of New York common law.FN6

FN6. The parties do not present a conflicts of law analysis. Without engaging in its own analysis, the court
assumes New York law applies for the purposes of evaluating C-Vac's third counterclaim.

Under New York law, unfair competition traditionally involved "palming off"-the fraudulent representation
of the seller's goods as those of another. Nifty Foods Corporation v. Great Atlantic and Pacific Tea
Company, Inc., 614 F.2d 832, 842 (2d. Cir.1980); National Basketball Association v. Sports Team Analysis
and Tracking Systems, Inc., 939 F.Supp. 1071, 1098 (S.D.N.Y.1996). New York courts later expanded the
notion of unfair competition to include "cases where there was no fraud on the public, but only a
misappropriation for the commercial advantage of one person of a benefit or property right belonging to
another." National Basketball Association, 939 F.Supp. at 1099 (quoting Metropolitan Opera Association
Inc. v. Wagner-Nichols Recorder Corp., 199 Misc. 786, 101 N.Y.S.2d 483, 489 (1950); aff'd, 279 A.D. 632,
107 N.Y.S.2d 795 (1951)). It is in this context that the tort has been described as encompassing "any form
of commercial immorality." See Metropolitan Opera, 101 N.Y.S.2d at 492 ("The modern view as to the law
of unfair competition does not rest solely on the ground of direct competitive injury, but on the broader
principle that property rights of commercial value are to be and will be protected from any form of unfair
invasion or infringement and from any form of commercial immorality....")

Accordingly, C-Vac misconstrues the breadth of unfair competition under New York law. Although the tort
is broad, C-Vac must do more than merely claim Minuteman's conduct is "unfair" or "commercially
immoral." See Michael Anthony Jewelers, Inc. v. Peacock Jewelry, Inc., 795 F.Supp. 639, 655
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(S.D.N.Y.1992) (although tort is broad and adaptable, "it is by no means all-encompassing and courts have
not hesitated to recognize its limits"). As the Second Circuit Court of Appeals states in a case cited by C-
Vac:

(The) state law unfair competition claim is also legally insufficient [because it] is based on the notion that
the only finding necessary is that the defendant's action has been 'unfair'.... New York law in this area is
indeed flexible, but it is not that flexible. The essence of an unfair competition claim under New York law is
that the defendant has misappropriated the labors and expenditures of another.

Saratoga Vichy Spring Co., Inc. v. Lehman, 625 F.2d 1037, 1044 (2d Cir.1980) (emphasis added).

C-Vac neither alleges nor provides sufficient proof of a claim for unfair competition under New York law.
Although C-Vac asserts Minuteman's conduct is unfair, C-Vac does not claim Minuteman has
misappropriated its property, labors or expenditures in any way. Accordingly, summary judgment is granted
as to C-Vac's third counterclaim.

CONCLUSION

The memorandum opinion and order entered April 11, 1997 is vacated in part. C-Vac's motion for summary
judgment on the issue of non-infringement is granted. Judgment is entered for defendants Critical-Vac
Corporation, Amerisafe Incorporated and Robert K. Hunter and against plaintiff Minuteman International on
Minuteman's claim for infringement and C-Vac's counterclaim for declaratory judgment. Minuteman's
motion for summary judgment on C-Vac's second and third counterclaims is granted. Judgment is entered
for Minuteman and against C-Vac on C-Vac's second and third counterclaims.

N.D.Ill.,1997.
Minuteman Intern., Inc. v. Critical-Vac Filtration Corp.
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