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Brasseler’s sale would have been clear under either the
Pfaff 1est or the earller “torality of the clrcumstances”
standard.

The Judgment was affirmed.

Edward E, Vassullu, Filgpatrick, Cella, Harper &
Shinto, of New York, N.Y., represented Brasseler, Gre-
gory J. Vogler, MeAndrews Held & Malloy Ltd., of Chi
cago, Ill.. represented Sturyker.

B Full taxt at hitp:fjpub.bna.comptoj/001194.htm

Conferences/Copyrights

Experts Weigh Tasini Ruling's Impact
On Freelancers and Electronic Publishing

group of copytight law cxperts, in a day-long

A triefing sponsored hy Glasser Legal Works, con-
A si the short and long-range implications of
the Supreme Court’s recent ruling in New York Times

v. Tasini that republishing the writings of freelance au- -

thors in an electronic database was infrin, . Several
of the panelists ar the Sept. 24 conference in New York
suggested that the freelancers’ victory in the high ecourt
will bring (hem @5 much grief ay glory.

Fasind Overviow, Lact June, the Supreme Court held
that the “revision” privilege held by publishers of col-
lectiva works under Seotion 201(c) of the Copyright Act
does not cover the republication of freelaucers’ wlicley
in electronic databases. New York Times Co. v. Tasini,
121 Sup.Ct 23281, 60 USPQ2d 1001 (2001) (62 FTCJ
186, 198, 6/29/01).

By a 7-2 vore, the court found that the presentation
of the articles o the end users of the database does not
perceptibly reproduce articles ""as part of”’ the collactive
worls or its vevision. The cuurl noted that the transfer of
articles to the databases is not a mare conversion af in-
tact periodicals or revisions from onc medium to an-
other, pointing out that darabases oifer users individual
articles, not intact periodicals.

Emily Bass, who representerd Tasini anad the other
freelancers from their initial defeat in the Southern Dis-
trict of New York to the final victory in the Supreme
Court, retraced her involvermnent in that litigation,

T'o the {reelancers, according to Bass, the most im-
portant language in Section 201(c) was “as port ol If
we could demonstrate that the database operators were
making available the freelancers’ work as stand-alona,
free-standing works, zather thag as “part o™ the origi-
nal collectivé work, she said, then we could prove in-
yrights, If the print
publishers were enabling the database to allow access
1n thore stand.slone worke, she asserted, then they
were liable as contributary lafringers.

Through discovery the freelancers learned how the

rint publishers construcred their collective works,
ss related. After an article was submiited, she re-
counted, it was input inte 2 computer; a file was cres
ated, then the articies were edited, declared final and

sent to the typesetter. The printed text was ereated and

merged with graphics, and the “mechanicals” page was
created as a negative photo image semr to the printers.
Through that elaborate process, Bass concluded, a col-
leclive works was created and printed.

What astoniched us, Baze told the conferses, was

" that once the Print papers were sent out, the publishers

destroyed sll embardiments of the collective works: the

ucgelives, olds, tapes, stc. Al Uil puint, uccording W

Bass, the publishers concerned themselves insread with

creating and feeding databasec on o daily basis. To

make sure that each freelance article they puiled from

the original newspaper was individually retrievable, the
ublishers assigned it a unique number and huy words,
ass said.

Significantly enough, Dass observed, the licensc
agreements between the print publishers and the data-
boses provided thot the dotabascs would allow uscr ac-
cess to the individual articles in the database one at a
time, rather than in the format of their original compi-
Jativn. In fact, (e licenses furbade the dutabases [rom
making more than one article available ot a time, she
noted.

1itimately, Bass reparted, the Secaond Circast and the
Supreme Court found thesc same facts and concluded
that the original article was no longer physically *part
of* the publishers’ collective work, and thus, the Sac-
tion 201 () revisivu pruvision was ol ap icable. The
databases were presenting individual articles as parT of
a new compendium ot anthology, not a rcvision of the
original collecrive woarks, Bass explained.

In Bass's view, the court delivered a “straight-
forward, bright-line rule,” ie.. that disassembling the
original collective work and making available the indi
vidual freclancers’ arlicles without their authorization
expinited the copyrights in those individual works.

Bright-Line Rule, bit Murky Conseguences. The Su-
preme Court may have made a bright-line ruling that
permission is required from freelancers going furwerd,
bur the consequences of the ruling may not ha 20 hright
for freelancers. For one thing, recont reports have dis-
closed that the New York Times [s barring the plaintiit
freelancers in the Tasini litigation from writing for that
papeér. : o

Internet law specialist Tan Ballon of Phelpe & Phiil
ips LLP in Palo Alto, Califurnin, suggested that freelanc-
ers may have won the battle hut Inst the war in other re-
spects o3 well. With the Tasini case on the horlzon, pub-
lishers in the 39Y0s became aware of their patential
liability to freelancers, so they bogan cxtracting “al]
rights" apreements designed to aliow rheir reuse of
freelancers’ contrihutions, RBallon said. Those contracts
are standord now, but publishers are not offering any
more money To mreelancers for the entire package af
rights than they dld bafore the Tasini ruling, according
to Bullun. -

As to the pre-19902 works, the publishers have re
spunded o ihe Taosini by purging thelr databases of
those Works, rather than pay royalties to fraelancers.
The disappearance of these works from electronic data-
bases hurts not just readers, but the rreglancers thems-
selves, who rely on the databages to record their accom-
plishments, Bajlon maintained.

Worse yet, Ballon lamented, most newspopers nro
uncertain as to which articles i (heir archives are by
freelancers so they are resorting to over-inclisive
purges just to be safe. This ¢courac of action is not taken
with malice to freelancers, butr with “great reluctance
and ramnree,” Rallon yaid.

A signilicaul practical linitation of the Tasin! case is
that it applies only to freslancers, nor staff journalists
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whose works belong to the newspaper publishers as
waorks for hire. As such, Heith Kupferschmid, intellve-
lual erty counsel for the Software Information In-
dustry Association, said that the case is only n “modest
onestime wlndfall* fur the plaintff freelancers. Mean-
while, he agreed with Rallon. that all freelancers now
are faced with ing over all their electronic slghts il
they want to write stories for newspapers in tha future.

" Archival Purges Substantial, New York attorney

Charles Sims, of Proskauer Rose LLF, agread with the

other panelists that the Tasini cosc had an unintended
consequence; il has ulready led 1o the eliminaton of
hundrads of thousands of articles from databases. Even
though only articles up to the mid- ur Jate-905 have been
withdrawn, the impact is massive, according to Sims.
Interested readers will now have to find lbraries that
still have paper copies of the articles, he said.

Like Kupferachmid, Sims said the wide-scule purges
are as threatening to freelancers as they are to users. In
fart, come freclancers in-the wake of Tasini have given
permission for the dulubuses fo retain thelr past archi-
val work, saying, they don't want to “disappear elec-
tronically.”

Moreaver, accarding to Sims, since the-amount paid

to freelancers under today's all contructy has not
risen as a result of Fasini, “the Supreme Court's decl.
sion means nothing at all from the point of view of com-

pensation,” Even as to the backlog of articles at issue in
Tasini, he suggested, the potantial recovery of domoages
for freclancera, will be igible because the value of
those works is probably is not particularly high,

Sims nated that the plalnmiff freelancers in a group of
classg action damages suits that have heen filed 8= 5 con:
sequence of Tasini are not seeking Injunclive relief
against the publishers because they essentially already
heve if: publishers are g to remove the articles
from electzonic sources, Moregver, Ne suggested, any
agreements the plaintiffs in the Tasini cace might work
out with the New Yorlt Timos wouldn't protect diher
newspapers, and that is why the deletion of freelance
:;}e from those publichers’ databases was inevi-

[-Y

Neod for Delotions Questioned. ITowever, Bass churged
thut the publishers are over-reacting by preemptively
purging their databases of freslunce works. She pojnted
out that the plaintiffs in the pending class actions of-
fered a “standstill” agreemneni of several months with
the hope of w out a payment schicme for freel-

ance works and avolding the eimination of any articles’
from datahases. Rait the publishers were nat even inter- |

asted in discussing such an art Instead pre-
ferring the “sword of Damacles™ ]:Ff purging thelr dl;ta
basey, the said, : -
. In any case, Bass maintained, the-focus of copyright
is not just to' ensure the. contnuing distribution of
wuorks, bul to compensate. their authors. Databases
make tremendous amounts of money from the ucw
works they creats using freelancers’ articles, she said.
They should sghare those proceeds with the peoplc
whose works they use, She took umbrage al Kupfer-
schmid's churacterizarion of the freelancers’ victory in
Tasini as a “modest windfall,” asscrting that it is the
print and database publishers who bave enjoved a
:»{‘mdrau from their-free reuse of freelance works over
€ yBurs.

- -Arnold Lukeker, @ Washington . copyright luwyer
whose clients include library. associatiens, said that the
traditional role librarles play as archivists was being un-
fairly discounted in the aftermath of Tasini. Lutzker

uestionrd the database owners' claim that retention of
gle freclancers’ articles in their “electionic libraries”

- was the only way 10 guarantee preservation of that ma-

terisl. As one of the justiccs remarked in the Su;

Cowt wral ent, the Tasini case was “aboul
money,” Lutzker said; it wasn't about maintaiping an
archive. And if someone is making money by providing
electronic access 10 the freelance works, it is reasrmable
to pay their authors, he said,

Gopyright Office Mansuvering. David Carson, general
councel for the Copyright Qffice, recourited the agen-
¢y's position in the Tasin case, and it navel efforts to
male ite views known, chort of fjling amicus bricfs with
the Supreme Court, '

. Cerson said that the Copyright Office sided with the
aurhors in Jasind and ed tn welgh in when the Su.
preme Court grantcd review of the Second Circuit’s de-
cision, R?ste’r of Copyrights Marybeth Peters was ner-

vous that the authors’ cage would be a by incxpe-
rienced counsel, so she asked (ho solicitor ¥
~ permission to file an amicus brief in favor of the au-

thors, according to Corson, However, when the Pulent

and Trademark Office opposed the filing, the solicitor
genara] opted not to file a brief, Carson anaid.

However, Tasini himself was resourceful, Corson
srid. ITe persuaded Rep, Jumes P. McGovern (D-Mass.)
1o write a lefter to the m Office soliciting its
views. Petere responded, g the Copwiight Of-
s s]{:npathy th the freelancers, The letter also out-
lined the register's position that the publishera were in-
fringlng the freclancers' Eubm': display’ rights under
Section 106 of the Copyright Act, Carson related,

So althougli the idea of an amirus hrief was
serapned, the Copyright Office’s Istior to McGovern ap-
peared in the Congressional: Record, Carson noted.
More significantly, ha added, it was mentioned by Jus-
tice O'Connor during the Supreme Court oral argu-
ments and was cited three times by the court, whose
holding was consistent with the Copyrighl Office’s
views. .

The Copyright Oifice lettet also ‘stressed that trial
courts need nof iRsue an injunction ordering publishers
to dismantlc of their datobases as # remedy (o cure the
infringement, Carson told tha eonferess. Instead, ho
said, the letter urged the high court to recommend cum-
pensation to e uuithors for past and continuing use of
their works. . '

The Copyright Offica nnderscored those recommen.
dations in a letter vo House Judiciary Cominitieé Chair-
Man Huward Coble (R-N.C) after the Supreme Covrt's

. Tasini miling.

Agency Urees Parties in Negotiate. Carson said the

" Copyright Office continucs to kope both sides of the Tg-

sini dispure cag “uvercome their rhetoric” and work out
a solution that serves the parties and the publie. alile.
As to potential damages for uvuse of the freelance
wurks, Cargon-said it is dificult ta helieve the publish-
ers! claim that they. derive no added value from repub-

lishing these works electrunically, given their ent
that uphelding the Second Circuit ruling Wm
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“devasiating copsequences” and “punch holes” in the
nation's electronie libraries. .
“surely there 1S a number” that reflects the reason-

-able value for reuse of the freelancers’ works, Corson

said. The pending class acton sults could get & fair
value level that would effectively bind all potential
claimants and sven frame a standard for a legislative
remexy. he suggested )

Admittedly, however, he conceded, those suits won'l
resolve the issue for the future. While authors ought to
get exira value when their workes are reused, our cystem
is based on arms-length cunlacling, Carson noted. As
long as the bargaining power les with the publishers,
frecloncers won't get much in future negotiations, L

_preaicted,

Future Uncertaln. Meanwhile, according 1o the pune!l-

'ists. publishers and database providers are assessing

how to avoid ¢
following Tasini.
According to the SIIA’e Eupferschmid, their options
include the fullowing: (1) compledng the removal of all
archival freelance articles from their databages; (2)
working out royalty deals with Individual [reelancers ag
10 those articies—an unlikely alternative because it is
difficult to assass the current value of thope older
jeces; (3) creating a central licensing mechanism simi-
f;r to that used in the music industry—again, a prob-
lematic choice because of the difficulty in deisrmining
market value of the archival works; or (4) deleting the
frealance works but continuing to maintain identifying
material and even abstracts for the omitted articles, in-

osure to new lawsuits from freelancers

... dicating that the works are “unavailable due to Tasini,”

but providing information on where they can be
iocared—a course of action that would help consumers
but be costly for publishcrs and databasc providers.

For her part, Bass also acknowledged that, despite its
definitive ruling in favor of the freclancers in Tasini, the
Supreme Courl left some questions unanswered. Is
there, for example, a difference between retrisvability
and searchability of individusl articles in a database,
she wondered. it the freelancers’ articler cnuld have
been presented in intact collective worko on the data-
base, would Scction 201(c) apply, she asked. Would
that provision apply even if the database also allowed
users to download and/or sequch: individual works, she
added. Fmnally, she queried, was the publishers' revision
privilege transferable 09 n “naked license™” to the data-
bass uperators? '

Tasial se Appllod to Freelance Phote . A few
months before the Supreme Court's Tasini decisios, the
Eleventh Cirruir relied in part on the Second Cireuit's
ruling in Tasini, to hold that the use of a freelancer’s
photogr&;ﬁl:s in CD-ROM versiana nf the Natonal Geo-
graphic Magazine created on infringing new work,
a privileged revision of the print publication. Greenberg
v. National Geagraphle Society, 244 F.3d 1267, 58
USPQ2d 1267 (11th Cir. 2001) (81 PTCJ 517, 3/30/01).

The court reversad a su; ruling for the maga-
2ine publisher and ordered the district court to enter
Iudgment for the photographer. The appellate court
urged the lower court, in fashioning injunctive relief, to
consider alternatives to foreclosing the public’s
curgputer—mdad aceass to the disputed matorial,

ativnal Geogruphic sought Supreme Court review
of the Eleventh Circuit's ruling against it in Greenberg,

e the high court recently refused to hear the case. 62
PTCI 546, 10/12/01.

Several of the panelists commented on the interplay
betweon the Tasini and Greenberg rulings. Like the
Copyright Office, Bass noted that the Section 201(c) re-
vision privilege doesn’t appear te include a “public dis-
play” right, and that infringement of this right might
also Le hmplicated by the elecironic reuse of freelance
works in Tasint.

Az to the Grocnborg cane, hawever, Bass noted that
the dispute there mvolves CL-R(IM compilations for
usc on a I'C, not electronic transmissions, so there ar-
guably is no pofeniially infringing “public” display of
the works at issue in that case, “Bul il the mupazine da-
tabase were available online, there would be & prab
Jem,” she suggested,

Lutzker. on the other hand, suggested that, sven on
the Internet, publishers could have o fair use argument
m Greenberg, as to the technological necessity of “dis-
playing” the magazine revision in urder to make it

. available onlina.

Gopyright Office Again Speaks Up. As with the Taxini
cose, the Copyright Office found itsclf drawn inlo e
Greenberg dispute, and it again responded indirectly
but thoroughly, :

Natioual Geugruphic oblected 10 the Greenberg
court's comment in a footnote that National Geographic

_|_ _may have “‘perpetrated a fraud on the Copyright Office”

by registering the entirc contents of ita CD-ROM maga-
Zine series as a compilation, rather than the computer
program that enabled users to gain access to the cuiupls
lation contents, When the magazine failad to persuade
the court to delete the footnote, Carson related, It asked
the Copyright Uttice to write an amirus brief in support
of its appeal to the Supreme Cuurl,

Although it sympathized with Natiotial Ueographic’s
position on the registration iesue and on the mcrits of
the infringement claim in general, Carson said, the
Copyright Office didn't fool it was appropriate to sup-
oIt a private party’s pefition for certiorari, Even with-
out an amicus filing, however, Carson indicated (hut he
antcipated that the high court might asic the Copyright
Office’a views should the Greenberg case be granted re-
view. Accordingly, Carson related, the agency spelled
out its gbjections to the court’s conunent in a lengthy
letter to National Geopraphie's Executive Vice Presi-
dent Terrence B. Adamsou.

Authors Gulld Offers Solutlons. Paul Aiken, executive
direcior of the Authors Guild, suggested that the puh.
lishers' purging of freclance material may only be rem-
porary because the databases enuld be restored when
the pending class actions for damages arv resolved,
Settlement of those cases will produce lirenses for the
archival worles that refiect the value of euse, he pre-
dicted. According to Aiken, the Authors Guild registry,
which alrcady has signed up 30,000 authors and paid
out $1.b million in royalties, is a gond starting point for
handling futurc liccnaing of freclance works,
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